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(1) Change of Address for Patent Applications 
and Patent Related Papers 


Effective immediately, correspondence in patent-related mat- 
ters under the direction of the Assistant Commissioner for 
Patents should be addressed to: 


Assistant Commissioner for Patents 
Washington, D.C. 20231 


This change is being made to reflect the reorganization of the 
Patent and Trademark Office (PTO), and the integration of 
patent and trademark processing activities under the Assistant 
Commissioner for Patents and the Assistant Commissioner for 
Trademarks, respectively. The reorganization has been made 
to emphasize and facilitate better service to customers of the 


PTO 


This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal, briefs in support of an appeal, 
requests for oral hearing, extensions of term of patent, requests 
for publication of Statutory Invention Registration (SIR), 
requests for reexamination, statutory disclaimers, petitions to 
the Assistant Commissioner for Patents, submission of informa- 
tion disclosure statements, petitions to institute a public use 
proceeding, petitions to revive abandoned patent applications, 
and other correspondence related to patent applications and 
patents which is processed by organizations reporting to the 
Assistant Commissioner for Patents. However, unless otherwise 
specified, correspondence not processed by organizations 
reporting to the Assistant Commissioner for Patents, such as 
communications with the Board of Patent Appeals and Interfer- 
ences, patent services including certificates of correction, patent 
copy sales, assignments, library services, requests for lists of 
patents and SIRs in a subclass, requests for the status of mainte- 
nance fee payments, as well as patent practitioner enrollment 
matters including admission to examination, registration to 
practice, certificates of good standing, and financial service 
matters including establishing a deposit account should con- 
tinue to be addressed to the Commissioner of Patents and 
Trademarks. 


Special PTO mail boxes as currently listed in each issue of 
the Official Gazette should also be used to allow forwarding 
of particular types of mail to the appropriate areas as quickly 
as possible. Use of special box designations will facilitate the 
PTO’s timely and accurate identification and processing of the 
designated correspondence. 


All correspondence with the PTO, except for communica- 
tions relating to pending litigation as specified in 37 CFR 1.1(g), 
may continue to be filed directly at the Attorney’s Window 
located in Room 1B03 of Crystal Plaza Building 2, 2011 Jef- 
ferson Davis Highway, Arlington, Va. 


In addition to the Office of the Solicitor, as specified in 37 
CFR 1.1(g), the Office will now have three separate addresses. 
The addresses are as follows: 1) Assistant Commissioner for 
Patents for correspondence described above; 2) Assistant Com- 
missioner for Trademarks for all trademark-related mail, except 
for trademark documents sent to the Assignment Branch for 
recordation and requests for certified and uncertified copies of 
trademark documents. See: Change of Address For Trademark 
Applications and Trademark Related Papers, 1163 Off. Gaz. 
Pat. Office 80 (June 28, 1994); and 3) Commissioner of Patents 
and Trademarks for all other correspondence that does not fall 
into the categories designated above. 


Those who correspond with the PTO are requested not to 
mix correspondence which will have to be directed to different 
areas (e.g., Patents and Trademarks) of the Office in a single 
envelope. At the present time, use of the wrong mailing address 
will not affect the filing date assigned to any application or 
correspondence received in the PTO, except as specified in 37 
CFR 1.1(g). 


The Office is currently preparing a notice of proposed rule- 
making to formally change the address for patent-related corre- 
spondence. Sections 1.1, 1.8, 1.10 and 1.51 of Title 37 of the 
Code of Federal Regulations are waived to the extent that a 
certificate of mailing under section 1.8 or 1.10, for patent 
applications and related patent documents, may be addressed 
either to the Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, or to the Assistant Commissioner for 
Patents, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


March 9, 1995 


[1173 OG 13] 


(2) Address Change 


It has been brought to the attention of the U.S. Patent and 
Trademark Office (PTO) that International Depository 
Authority (IDA), American Type Culture Collection (ATCC), 
has changed its address. The new address of ATCC is: 


American Type Culture Collection (ATCC) 
10801 University Blvd. 
Manassas, Va. 20110-2209 
USA 


37 CFR 1.809(d) sets forth the requirements for what must 
be included in the specification of a patent application with 
respect to deposited biological material. In particular, 37 CFR 
1.809(d) requires the specification to contain, inter alia, the 
name and address of the depository. For patent applications that 
are pending in the PTO in which the address of the depository 
referenced in the specification has changed, applicants should 
submit an amendment to the specification correcting the address 
of the depository. For applications which have issued as patents, 
it will not be necessary for patentees to correct the address of 
the depository in the patented file in view of the procedure to 
be implemented below. 

Where there has been a change of address of an IDA any 
member of the public may notify the PTO of such change of 
address of an IDA and the PTO will publish a notice of change 
of IDA address in the Official Gazette. Thereafter, the consoli- 
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dated listing of IDA address will be published in the next 

revision of the Manual of Patent Examining Procedure (MPEP). 
The new address of ATCC will be updated in the upcoming 

revision of the MPEP. 


April 15, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 


Patent Policy and Projects 


[1210 OG 74] 


(3) Establishment of a Special Box 
for Comments to Proposed Rulemaking 


Effective immediately, the Patent and Trademark Office has 
established a special box designator for public comments 
regarding patent related regulations and procedures. 

In order to take advantage of this new service, the envelope 
should be addressed: 


Box Comments - Patents 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Only comments regarding patent related regulations and pro- 
cedures are to be placed in the envelope. In order to assist the 
public, notices published in the Federal Register or the Official 
Gazette will specifically direct that comments be addressed to 
“Box Comments - Patents” when appropriate. 


STEPHEN G. KUNIN 
Deputy Assistant Commisioner 
for Patent Policy and Projects 


January 11, 1996 


[1183 OG 14] 


Department of Commerce 
Patent and Trademark Office 


[Docket#: 950411100-6267-02] 
RIN 0651-XX01 


Extension of the Payor Number Practice 
(through “Customer Numbers’) 
to Matters Involving Pending Patent Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is extending 
the Payor Number practice to matters involving pending patent 
applications. Payor Numbers are currently used to establish a 
“fee address” for receipt of maintenance fee correspondence. 
Through the use of “Customer Numbers,” the PTO will extend 
the Payor Number practice to matters involving patent applica- 
tions. Under this Customer Number practice, an applicant (or 
patentee) will be able to use a Customer Number to: (1) desig- 
nate the address associated with the Customer Number as the 
correspondence address for an application (or patent); (2) desig- 
nate the address associated with the Customer Number as the 
fee address (37 CFR 1.363) for a patent; and (3) submit a 
power of attorney in the application (or patent) to the registered 
practitioners associated with the Customer Number. The change 
of either the address or practitioners having a power of attorney 
in multiple patent applications through a single paper directed 
to the Customer Number should result in savings to the attorney, 
agent, or law firm, as well as the PTO. 

Effective Date: November 1, 1996. Any request to change the 
correspondence address of a pending application to the address 
associated with a currently assigned Payor Number filed before 
November 1, 1996 will not be effective until November 1, 
1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285 or by facsimile at (703) 308-6916, or by 
mail addressed to Box Comments-Patents, Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 
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Supplementary Information 

Payor Numbers are currently used to establish a “fee address” 
for receipt of maintenance fee correspondence. Such Payor 
Numbers permit, inter alia, an attorney, agent or law firm to 
file a single change of address paper for the Payor Number, 
and this change of address is effective for every patent desig- 
nating the address associated with the Payor Number as the 
correspondence address for the patent. This Payor Number 
practice avoids the filing of a separate change of address paper 
for every patent affected by the change of address. 

In a Notice entitled “Extension of the Use of Payor Numbers 
to Matters Involving Pending Patent Applications” (Payor 
Number Notice), published in the Federal Register at 60 FR 
26026-28 (May 16, 1995), and in the PTO Official Gazette at 
1175 Off. Gaz. Pat. Office 14-15 (June 6, 1995), the PTO 
proposed to extend the current Payor Number practice to matters 
involving pending patent applications. In view of the comments 
received in response to the Payor Number Notice, the PTO is 
adopting the following “Customer Number” practice. 

Currently assigned “Payor Numbers” will be redesignated 
as “Customer Numbers” to avoid requiring persons or organiza- 
tions currently assigned a Payor Number to request a “new” 
Customer Number. Thus, persons or organizations currently 
assigned a “Payor Number” should not request a new “Customer 
Number.” Persons or organizations not currently assigned a 
Payor Number can request assignment of “new” Customer 
Numbers. 

The PTO has created a box designation for correspondence 
related to a Customer Number (“Box CN”), and all correspon- 
dence related to a Customer Number (e.g., requests for a Cus- 
tomer Number) should be addressed to this box designation. 

The PTO will provide standard forms to: (1) request a Cus- 
tomer Number (PTO/SB/125); (2) request a change in the data 
(address or list of practitioners) associated with an existing 
Customer Number (PTO/SB/124); (3) change the correspon- 
dence address of an individual application (PTO/SB/122) or 
patent (PTO/SB/123) to the address associated with a Customer 
Number; or (4) change the correspondence address of a list of 
applications or patents to the address associated with a Cus- 
tomer Number (PTO/SB/121). The PTO is also modifying its 
current standard forms (e.g., the declaration form) to permit: 
(1) the designation of the address associated with the Customer 
Number as the correspondence address for an application; (2) 
designation of the address associated with the Customer 
Number as the fee address for a patent; and (3) the submission 
of a power of attorney in the application to the practitioners 
associated with the‘Customer Number. The forms provided by 
the Office may be obtained by contacting the Customer Service 
Center of the Office of Initia) Patent Examination at (703) 308- 
1214. Also, many standard forms have been loaded on the 
PTO’s Internet Website and may be electronically copied via the 
Internet through anonymous file transfer protocol (ftp) (address: 
ftp.uspto.gov). While use the standardized forms provided by 
the PTO is encouraged, it is not mandatory. 

This notice of change in procedure contains a collection of 
information subject to the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. This collection of information is currently 
approved by the Office of Management and Budget under 
Control No. 0651-0035. Send comments regarding this burden 
estimate or any other aspect of this collection of information, 
including suggestions for reducing this burden to the Office of 
System Quality and Enhancement, Data Administration Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, D.C. 20503 (ATTN: 
Paperwork Reduction Act Project 0651-0035). 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB control number. 

The PTO will also accept requests submitted electronically 
via a computer-readable diskette to: (1) change the correspon- 
dence address of a list of applications or patents or the fee 
address for a list of patents to the address associated with a 
Customer Number; and (2) submit a power of attorney in a 
list of applications or patents to the registered practitioners 
associated with the Customer Number. Persons electronically 
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submitting such a request must submit an IBM-compatible 
diskette containing a Microsoft Excel spreadsheet, or a comma 
separated text file which can be imported into Microsoft Excel 
spreadsheet, formatted as follows: (1) row 1, column B con- 
taining the six-digit Customer Number; (2) row 2 being blank; 
(3) rows 3 through 9 containing the address associated with 
the Customer Number; (4) rows 10 through 15 being blank; 
and (5) row 16 starting with the list of patents or applications 
with column A containing the patent number (if appropriate), 
column B containing the application number, column C con- 
taining the patent date (if appropriate), column D containing 
the application filing date, column E indicating “YES” or “NO” 
to designate assignment of the address associated with the 
Customer Number as the correspondence address of the applica- 
tion or patent, column F indicating “YES” or “NO” to designate 
assignment of the registered practitioners associated with the 
Customer Number as the list of persons having a power of 
attorney in the applications or patents, and column G indicating 
“YES” or “NO” to designate assignment of the address associ- 
ated with the Customer Number as the fee address of the patent. 

The patent number (if appropriate), application number, 
patent date (if appropriate), and application filing date are being 
required as redundant identifiers to avoid changing the corre- 
spondence or fee address or entering a power of attorney in 
the wrong patent or application due to a typographical error 
in the patent or application number. The PTO will enter a 
change in correspondence or fee address or power of attorney 
in a listed application or patent only if the following identifiers 
are provided: (1) the patent number and the corresponding 
application number; (2) the patent number and the corres- 
ponding patent date; (3) the application number and the corres- 
ponding filing date; (4) the patent number and the corresponding 
application filing date; and (5) the application number and the 
corresponding patent date. 

A sample spreadsheet is included as an Appendix A to this 
notice of change in procedure. The phrase “Customer Number” 
in row 1, column A, and “Requester (Attorney/Firm) Informa- 
tion” in row 3, as well as the information provided in rows 
10 through 15, are provided on the sample spreadsheet for 
explanatory purposes only, and should not be included on any 
spreadsheet submitted to the PTO. 

The diskette must be accompanied by a paper copy of the 
spreadsheet and a cover letter requesting entry of the changes 
contained on the spreadsheet into PTO records for the listed 
applications or patents. In addition, for any application or patent 
listed on such spreadsheet, the cover letter must be signed by 
the applicant or patentee, assignee in compliance with 37 CFR 
3.73(b), or registered practitioner of record in the patent or 
application. The PTO will issue a written confirmation of the 
list of applications or patents indicating the change(s) entered 
into PTO records. 

Through the use of “Customer Numbers,” the PTO is 
extending the “fee address” practice to matters involving 
pending patent applications to permit: (1) the designation of the 
correspondence address of a patent application by a Customer 
Number such that the correspondence address for the patent 
application would be the address associated with the Customer 
Number; (2) the designation of the fee address of a patent by 
a Customer Number such that the fee address for the patent 
would be the address associated with the Customer Number; 
and (3) the submission of a list of practitioners by a Customer 
Number such that an applicant may in a Power of Attorney 
appoint those practitioners associated with the Customer 
Number. While this notice discusses this new Customer 
Number practice as it regards patent applications and applicants, 
it will apply equally to patents and patentees. 

The designation in a patent application of a specific Customer 
Number as the correspondence address for such application 
will permit an attorney, agent or law firm to file a single paper 
containing a change of address, rather than a separate paper in 
each application, and this change of address paper will be 
applicable to all applications designating the Customer Number 
as the correspondence address for such application. The desig- 
nation of a Customer Number as the correspondence address 
for a patent application is optional, in that any application not 
designating a Customer Number as the correspondence address 
will not be affected by a change of address filed for a Customer 
Number, even if the correspondence address provided for such 
application is that of an attorney, agent, or law firm associated 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 57 
(4) 


with a Customer Number. The change of address in multiple 
patent applications through a single paper directed to the Cus- 
tomer Number, rather than through individual letters directed 
to each application, will result in savings to the attorney, agent 
or law firm, as well as the PTO. 

This new Customer Number practice will not affect the cur- 
rent practice of permitting a patentee to provide a “fee address” 
for the receipt of maintenance fee correspondence. A patentee 
will be able to designate a “fee address” for the receipt of 
maintenance fee correspondence, and a different address for 
the receipt of all other correspondence. The designation of a 
“fee address” by reference to a Customer Number will not 
affect or be affected by the designation of a correspondence 
address by reference to another Customer Number, in that the 
PTO will send maintenance fee correspondence to the address 
associated with the Customer Number designated as the “fee 
address” and will send all other correspondence to the address 
associated with the Customer Number designated as the corre- 
spondence address. 

The association of a list of practitioners with a Customer 
Number will permit an applicant to appoint all of the prac- 
titioners associated with the Customer Number merely by refer- 
ence to the Customer Number in the Power of Attorney (i.e., 
without individually listing the practitioners in the Power of 
Attorney). The addition and/or deletion of a practitioner from 
the list of practitioners associated with a Customer Number 
will result in the addition or deletion of such practitioner from 
the list of persons authorized to represent any applicant who 
appointed all of the practitioners associated with such Customer 
Number. This will avoid the necessity for the filing of additional 
papers in each patent application affected by a change in the 
practitioners of the law firm prosecuting the application. The 
appointment of practitioners associated with a Customer 
Number wiil be optional, in that any applicant may continue 
to individually name those practitioners to represent the appli- 
cant in a patent application. 

Currently, the PTO must individually enter into the Patent 
Application Location and Monitoring (PALM) system the reg- 
istration number for each practitioner appointed to represent 
the applicant in a patent application. The change of persons 
authorized to represent applicants in multiple patent applica- 
tions through a single paper directing the PTO to change its 
records concerning the Customer Number will require only a 
single entry into the PALM system, where the change of persons 
authorized to represent applicants in multiple patent applica- 
tions through individual letters directed to each application 
require a separate entry into the PALM system for each affected 
application. Thus, the use of Customer Numbers in a Power 
of Attorney will significantly reduce the amount of data which 
must be entered into the PALM system, and would thus result 
in savings to the PTO. In addition, permitting a change of 
persons authorized to represent applicants in multiple patent 
applications through a single paper directing the PTO to change 
its records concerning the Customer Number would result in 
similar savings to the attorney, agent, or law firm. 

As the PTO will not recognize more than one correspondence 
address (37 CFR 1.34(c)), any inconsistencies between the 
correspondence address resulting from a Customer Number 
being provided in an application for the correspondence address 
and any other correspondence address provided in that applica- 
tion would be resolved in favor of the address of the Customer 
Number. Where an applicant appoints all of the practitioners 
associated with a Customer Number as well as a list of individu- 
ally named practitioners, such action would be treated as only 
an appointment of all of the practitioners associated with a 
Customer Number due to the potential for confusion and data 
entry errors in entering registration numbers from plural 
sources. 

The following are examples of language effective to provide 
as the correspondence address the address of, and appoint those 
practitioners associated with, a Customer Number: 


1. The following language would be effective to appoint those 
practitioners individually listed, and provide as the correspon- 
dence address the address of Customer Number 99,999: 


I hereby appoint the following practitioners to prosecute this 
application and to transact all business in the Patent and 
Trademark Office connected therewith: 
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John Doe, Registration No. 99,991, Jane Doe, Registration 
No. 99,992 and Richard Doe, Registration No. 99,993. 


Address all correspondence to: Customer Number 99,999. 


2. The following language would be effective to appoint those 
practitioners associated with, and provide as the correspondence 
address the address of, Customer Number 99,999: 


I hereby appoint the practitioners associated with the Cus- 
tomer Number provided below to prosecute this application 
and to transact all business in the Patent and Trademark 
Office connected therewith, and direct that all correspon- 
dence be addressed to that Customer Number: 


Customer Number 99,999. 
Response to Comments 


Eleven comments were received in response to the Payor 
Number Notice. The written comments have been analyzed, 
and responses to the comments follow. 

Comment (1): Ten comments supported the proposed exten- 
sion of use of the Payor Number practice to matters involving 
pending patent applications. 

Response: In view of the positive response to this proposed 
extension of use of the Payor Number practice to matters invol- 
ving pending patent applications, the PTO is extending the 
Payor Number practice to matters involving pending patent 
applications. 

Comment (2): One comment opposed combining the mainte- 
nance fee Payor Number with the practitioner responsible for 
the application or patent. The comment argued that, in many 
instances, a client instructs a practitioner that a particular service 
organization is responsible for the payment of maintenance 
fees, and, while the practitioner continues as counsel of record 
and receives correspondence unrelated to maintenance fees 
(e.g., reexamination or interference notices), the client advises 
that the practitioner is no longer responsible for payment of 
the maintenance fees or even reminding the client of the due 
date for paying such fees. 

Response: As discussed supra, the implemented “Customer 
Number” practice will not affect the current practice of pro- 
viding a “fee address” for correspondence relating to the pay- 
ment of maintenance fees. While the current “Payor Numbers” 
will be redesignated as “Customer Numbers,” a patentee will 
be permitted to specify a “fee address” by reference to one 
Customer Number (e.g., the Customer or Payor Number of a 
maintenance fee service organization) and a correspondence 
address by reference to another Customer Number (e.g., the 
Customer Number of the attorney or agent of record). Desig- 
nating a “fee address” for maintenance fee payment purposes, 
by Customer Number or otherwise, will not affect the corre- 
spondence address for correspondence unrelated to mainte- 
nance fees, regardless of whether the correspondence address 
is also specified by a Customer Number. Likewise, providing 
a “fee address” for maintenance fee payment purposes, by 
Customer Number or otherwise, will not affect any previous 
appointments of practitioners. 

Comment (3): One comment cautioned that sufficient safe- 
guards be built into the system to avoid errors. Specifically, the 
comment cautioned that: (1) a data entry error in the Customer 
Number in one application (a key field error) would result in 
correspondence for that application being sent to an entirely 
different address; (2) a single error in the look-up data base 
would result in correspondence for every application desig- 
nating a particular Customer Number being sent to an entirely 
different address; and (3) an indexing or programming error 
affecting the entire look- up data base could result in correspon- 
dence for every application designating any Customer Number 
being sent to an entirely different address. 

Response: Currently, the application number is entered into 
the PALM data base to look-up the actual address (i.e., the 
application number is a key field). Thus, the risk of error in 
the improper entry of a Customer Number is no greater than 
the current risk of error in the improper entry of an application 
number. Nevertheless, the PTO endeavors to reduce such errors 
by requiring that employees check the returned application 
data. 
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To avoid errors in information associated with a Customer 
Number, the PTO will double enter the Customer Number 
anytime there is a change to the information associated with 
the Customer Number. In addition, the PTO is in the process 
of developing Customer Number bar code labels for use on 
incoming requests for changes to the information associated 
with a Customer Number to permit scanning and reduce data 
entry errors. 

In any event, errors in the look-up data base would result 
in correspondence for every application designating a particular 
Customer Number being sent to an entirely different address, 
and indexing or programming errors affecting the entire look-up 
data base could result in correspondence for every application 
designating any Customer Number being sent to an entirely 
different address. These errors would result in mismailings of 
such magnitude that it would be readily apparent to the attorney, 
agent or law firm of the Customer Number, if not the PTO, 
that an error has occurred. 

Comment (4): Three comments suggested that registration 
numbers be used as Customer Numbers. 

Response: The suggestion has not been adopted. The PTO 
currently has a data base of addresses (i.e., fee addresses) 
associated with the current Payor Numbers that will be redesig- 
nated as “Customer Numbers.” To avoid an adverse impact on 
the current fee address practice, the Customer Number practice 
is being implemented using the existing fee address data base. 
Thus, the PTO cannot use registration numbers as Customer 
Numbers since newly assigned Customer Numbers must be 
compatible with the existing Payor Numbers. 

Comment (5): One comment suggested that a Power of 
Attorney be permitted to include the practitioners associated 
with a Custemer Number and no more than one additional 
practitioner. The comment argued that clients will desire to 
name a responsible person in the Power of Attorney, and that 
this would also be helpful in the event that a practitioner with- 
draws from a law firm and the client continues with that prac- 
titioner. The comment cautioned that if this is not permitted, 
each practitioner will establish his or her own Customer 
Number, resulting in the appointment of a large number of 
Customer Numbers. 

Response: The comment is adopted only to the extent indi- 
cated. To accommodate the desire of a client to see the respon- 
sible person mentioned by name in the Power of Attorney, a 
Power of Attorney appointing the practitioners associated with 
a specific Customer Number may also specifically mention any 
of the practitioners associated with such Customer Number. 
This mention may designate the responsible practitioner(s) as 
the principal attorney(s) or agent(s) in the application. In a 
Power of Attorney appointing those practitioners associated 
with a Customer Number, the specific mentioning of prac- 
titioner(s) will be ineffective to appoint a practitioner not associ- 
ated with the Customer Number. 

As discussed supra, the entry of a single Customer Number, 
rather than the individual registration number of each prac- 
titioner, into the PALM system is a primary benefit of permitting 
the appointment of a list of practitioners by Customer Number. 
As the individually listed practitioner is ostensibly among those 
practitioners associated with the Customer Number provided in 
the Power of Attorney, requiring the PTO to enter the individual 
registration numbers of a list of practitioners associated with 
a Customer Number, as well as the Customer Number, would 
frustrate this benefit. Thus, the PTO will treat such an appoint- 
ment as an appointment of only those practitioners associated 
with the Customer Number. 

Customer Numbers are designed to serve the dual purpose 
of providing a correspondence address, and providing the list 
of practitioners appointed with a power of attorney. Due to the 
prohibition against dual correspondence (37 CFR 1.33(a)), an 
applicant will be permitted to provide only a single number at 
a time as the Customer Number, and thus correspondence 
address, for the application. In an instance in which an applicant 
provides more than one Customer Number, the last provided 
Customer Number is controlling. Thus, the appointment of a 
plurality (much less a large number) of Customer Numbers 
will result in the PTO recognizing only the last mentioned 
Customer Number. Applicants are strongly cautioned not to 
attempt to appoint more than one Customer Number in a single 
communication, as such action will not have a cumulative 
effect. 
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Comment (6): Three comments suggested that in this new 
context, the term “Payor Number” could cause confusion, and 
would be demeaning to applicants and their representatives. 
Response: In view of these comments, the term “Customer 
Number” has been used to describe the number having an 
address or a list of practitioners associated with such number. 
The term “Payor Number” was used in the Payor Number 
Notice as this term had a specific meaning with regard to the 
“fee address” for maintenance fee correspondence, and thus 
served to provide a frame of reference for the extension of 
such practice. 

Comment (7): One comment suggested that the form of 
appointment refer to registered practitioners, rather than attor- 
neys and agents. 

Response: The PTO does not require any specific form of 
appointment (i.e., the forms of appointment in the Payor 
Number Notice were merely exemplary). Nevertheless, the 
phrase “practitioner” is defined in 37 CFR 10. I(r), and “regis- 
tered practitioners” is considered preferable to “attorneys or 
agents” or “attorneys and agents.” As such, the PTO will change 
its standardized forms of appointment to refer to “registered 
practitioners.” 

Comment (8): One comment questioned the form and effect of 
an appointment of all practitioners associated with a Customer 
Number. The comment specifically questioned whether the 
practitioner would have to obtain a new power of attorney in 
a situation in which: (1) a practitioner is associated with the 
Customer Number of a law firm, and is thus appointed in every 
application appointing the practitioners associated with that 
Customer Number; (2) the practitioner subsequently leaves the 
law firm; and (3) an applicant in an application appointing the 
practitioners associated with the law firm’s Customer Number 
continues with the practitioner leaving the law firm. 
Response: The practitioner should obtain a new power of 
attorney to continue to have a power of attorney in the applica- 
tion. An appointment in an application of the practitioners 
associated with a particular Customer Number is the appoint- 
ment of each of the practitioners associated with that Customer 
Number at the time any practitioner associated with such Cus- 
tomer Number seek to act for the applicant. With such an 
appointment, a practitioner is of record until removed from 
the Customer Number (i.e., until the practitioner is no longer 
associated with the Customer Number). As the practitioner’s 
former law firm should promptly remove such practitioner from 
the list of practitioners associated with the law firm’s Customer 
Number, a new power of attorney will be necessary for the 
practitioner to continue to have a power of attorney in the 
application. 

In an instance in which a particular practitioner in a law 
firm has a significant number of clients who are clients of the 
practitioner rather than the law firm (i.e., clients who would 
prefer to be represented by the practitioner, rather than the law 
firm, in the event that the practitioner left the law firm), such 
practitioner should consider establishing a Customer Number 
separate from the law firm’s Customer Number. This would 
permit the clients of the practitioner to appoint a power of 
attorney to the practitioners associated with the practitioner’s, 
rather than the law firm’s, Customer Number. The practitioner 
can list any or all of the practitioners in the law firm as prac- 
titioners associated with the Customer Number, and can change 
the practitioners associated with the Customer Number in the 
event that the practitioner left the law firm. This would avoid 
the necessity for a new power of attorney in the event that the 
practitioner leaves the law firm. 

Comment (9): One comment suggested that the proposed prac- 
tice be extended to trademark applications. 

Response: The suggestion has been forwarded to the Assistant 
Commissioner for Trademarks for consideration. 

Comment (10): One comment suggested that procedures be 
adopted such that this number could be utilized informally to 
identify the source of documents such as drawings, certified 
copies, etc., by including this number on the back of the docu- 
ment. 

Response: There is no prohibition against using a Customer 
Number on the back of a document to informally identify the 
source of the document. That is, while 37 CFR 1.52(b) and 
1.84(e) provide that the application papers contain writing or 
drawings only on one side of a sheet, these provisions are 
directed to the writing and drawings forming the application 
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papers. Thus, the inclusion of identifying information on the 
back of a sheet simply results in that information not being 
considered part of the application papers. However, the inclu- 
sion of a Customer Number to informally identify the source 
of a document is not a substitute for the inclusion on the 
document of the application number to which the document is 
directed. In addition, a telephone number should also be pro- 
vided on such document, as the Customer Number will not 
provide the telephone number (but only the address) of the 
source of the document. 

Comment (11): One comment suggested that the PTO update 
the address of all registered practitioners in the Office of Enroll- 
ment and Discipline (OED) index by a change in the Customer 
Number address. 

Response: The suggestion has been forwarded to OED for 
consideration. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 15, 1996 


[1191 OG 187] 


(5) Establishment of Box REISSUE 
Elimination of Box 7 


The processing of reissue applications in the Patent and 
Trademark Office (PTO) has been modified with the establish- 
ment of a special box designated Box REISSUE and the elimi- 
nation of Box 7. 


(a) Effective immediately, the PTO has established a special 
box designated Box REISSUE for new and continuing reissue 
application filings under 37 CFR 1.53(b). All new and contin- 
uing reissue application filings addressed to this box will be 
forwarded immediately to the Office of Initial Patent Examina- 
tion for expedited processing. This box should not be used for 
any other reissue application correspondence. 

To maximize the advantages of the expedited processing, 
the envelope should be addressed: 


Box REISSUE 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Box REISSUE should only be used for the initial filing of 
all new and continuing reissue applications. Box REISSUE 
should not be used for any subsequently filed correspondence 
in reissue applications. 


Placing unrelated or extraneous documents in an enve- 
lope marked for any special box will significantly delay 
their reaching the area for which they were intended. 


(b) In addition, Box 7, designated for receiving correspon- 
dence in reissue applications for patents involved in litigation, 
is being ELIMINATED herewith. Correspondence addressed 
to Box 7 is rarely received in the PTO. Current PTO Mail 
Center procedures provide prompt delivery service, thus elimi- 
nating the need for continued use of Box 7. Any further corre- 
spondence addressed to Box 7 will be treated as ordinary mail 
and not given any special status by the PTO Mail Center. 


September 28, 1998 STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


[1216 OG 109] 


(6) Notice Regarding Technical Center 
Box Issne Fee Mailings 


The Office will begin mailing address labels with the PTOL- 
85, “Notice of Allowance and Issue Fee Due” for patent applica- 
tions allowed in all Technology Centers. These address labels 
should be used to ensure proper routing of post-allowance 
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correspondence. This directive supersedes the “Special Boxes 
for Patent Mail” instruction. Any Notice of Allowance and 
Issue Fee Due received without the accompanying address 
labels should continue to be addressed to Box Issue Fee. 


NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patents (Acting) 


March 11, 1998 


{1208 OG 103] 


(7) Use of Box Issue Fee 


On April 29, 1996, the Office will begin processing Issue 
Fee payments in the Office of Patent Publication. All issue 
fees mailed to the existing Box Issue Fee wili be delivered 
directly to the Office of Patent Publication. Any issue fees 
received by the Office not addressed to Box Issue Fee will 
result in a delay in posting the fee. 


RICHARD BAWCOMBE 
Director, Office of Patent Publication 


March 28, 1996 


[1186 OG 12] 


(8) Establishment of a Special Box for 
Design Patent Applications 


Effective immediately, the Patent and Trademark Office 
(PTO), as a part of the current reengineering effort, has estab- 
lished a special box for filing design patent applications and 
papers for design applications. Use of this box will allow the 
PTO to provide more efficient and effective handling of these 
applications and papers for customers. 


To take advantage of this new service, the envelope should be 
addressed: 


Box Design 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Because all processing of design patent applications, including 
fee processing, from the initial filing of the design patent appli- 
cation through payment of the design issue fee will now be 
performed in Examining Group 2900, design patent applica- 
tions and all papers for these applications may be hand-carried 
directly to Examining Group 2900 or mailed to Box Design. 
Petitions and amendments filed under 37 CFR 1.312 submitted 
for design patent applications will also be processed in Exam- 
ining Group 2900 and thus may be filed directly in Examining 
Group 2900 or mailed to Box Design. All regular methods of 
filing papers for design patent applications will still be available 
but the utilization of Box Design will enable the PTO to provide 
better customer service. 


In order to facilitate speedier processing of papers, it is 
requested that papers and fees for design patent applications 
be submitted separately from papers and fees for utility patent 
applications. 


Point of Contact for this Notice: 


Name: John Kittle 
Telephone number: (703) 308-1495 
Fax number: (703) 305-3600 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


May 10, 1996 


[1187 OG 37] 
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(9) Changes in How Papers May be Filed 
in the Patent and Trademark Office 


Beginning April 21, 1992, an improved service will be 
offered to people who wish to file papers directly with the 
Patent and Trademark Office (PTO) by extending the hours of 
operation for the Attorneys’ Window located in Room 1B03 
of Crystal Plaza Building 2, Arlington, Virginia. The current 
hours of operation are from 8:30 a.m. to 5:00 p.m., Monday 
through Friday, except Federal holidays within the District of 
Columbia. The change will extend the hours of operation until 
12:00 midnight on Monday through Friday, except holidays, 
on a trial basis. If, after six months, usage does not warrant 
retaining operations until midnight, the hours of operation will 
be reduced. 

This change will provide walk-up, personalized service to 
firms and individuals who are filing documents with the PTO. 
The PTO will continue to stamp postcard-type receipts to 
acknowledge the receipt of papers filed at the Attorneys’ 
Window. 

Also, effective on April 21, 1992, the PTO is discontinuing 
the use of drop boxes in the lobby of Crystal Plaza Building 
3, Arlington, Virginia, and at the main entrance of the Depart- 
ment of Commerce Building, Washington, D.C. (37 CFR 1.6(c)) 
as means for receiving papers. 

These changes will provide improved services with respect 
to receipt and processing of documents while, at the same time, 
overcoming problems with the present arrangement. 

Problems encountered with the present arrangement for the 
drop boxes have occasionally made it difficult to determine 
the dates of actual deposit of papers. For example, there have 
been many incidents of papers being found outside of the drop 
boxes (e.g., on the floor of the main lobby of the Department 
of Commerce Building, on the guard’s desk, on a nearby table, 
etc.). On occasion, the PTO and/or filers have been denied 
access to the drop box at the Department of Commerce by 
building security guards due to a special event taking place in 
the lobby. 

Provisions are also available for filing papers through the 
use of the certificate of mailing (37 CFR 1.8) and the Express 
Mail (37 CFR 1.10) procedures. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


March 17, 1992 


[1137 OG 7] 


(10) Relief in Certain Extraordinary Situations 

This notice addresses the extraordinary situation in which a 
Patent and Trademark Office (PTO) customer has been inten- 
tionally deceived by his or her representative, resulting in a 
potential loss of intellectual property rights. In such a situation, 
the PTO will mitigate any such potential loss, to the extent 
possible within the PTO’s statutory framework and the bounds 
of controlling law. 

To mitigate any such loss, the Commissioner of Patents and 
Trademarks may suspend or waive certain regulations. When 
that is the case, the Commissioner will exercise his power to 
do so under 37 C.F.R. §§ 1.183 and 2.148 (“In an extraordinary 
situation, when justice requires,” the Commissioner has the 
power to sua sponte suspend or waive any requirement of the 
regulations which is not required by statute.). 

In advance of the occurrence of such an extraordinary situa- 
tion, the Commissioner cannot determine what specific action 
justice will require. Such action, however, could include 
waiving of certain non-statutory fees, reviving an abandoned 
application, or granting an application filing date based on the 
PTO filing date of a copending document that has all the 
elements of a patent application required by law. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 11, 1995 


[1178 OG 42] 
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(11) PATENT TECHNOLOGY CENTERS 


Q. TODD DICKINSON, Commissioner of Patents and Trademarks 
NICHOLAS P. GODICI, Deputy Assistant Commissioner for Patent Process Services 
EDWARD R. KAZENSKE, Deputy Assistant Commissioner for Patents 
STEPHEN G. KUNIN, Deputy Assistant Commissioner for Patent Policy and Projects 
TELEPHONE & 
FAX NUMBERS 
AREA CODE 703 


NEW CASE 


TECHNOLOGY CENTERS DIRECTORS DATE* 


1600/ BIOTECHNOLOGY, ORGANIC CHEMISTRY & 


2900 
1610 
1620 


1650 


2900 
1630 


1640 


1700 


DESIGN 


Organic chemistry, bio-affecting & 
body treating composition 
Carbohydrates and Nonhetrocyclic 
Chemistry and Uses 
Non-recombinant molecular & micro- 
biology, non-immuno proteins & 


peptides 
Designs 


Recombinant molecular & microbiology, 
multicellular organisms 
Immunology and Plants 


CHEMICAL AND MATERIAL ENGINEERING 
Synthetic resins 
Stock materials & miscellaneous articles 


Fluid separation & agitation, metal 

foundry, welding, plastic molding 

apparatus, fuels & related compositions 

Glass & paper making, tobacco, non-metallic 
molding, adhesive bonding, tires & coating 
apparatus 

Metallurgy, electrochemistry, cleaning, 
disinfecting, sterilizing, analytical chemistry & 
wave energy 


Chemical products & processes, solar cells 

& sputtering apparatuses 

Food technology, petroleum processing, coating 
& etching 


John E. Kittle 


John J. Doll 


Jacqueline M. Stone 
(Acting Director) 


Richard V. Fisher 


Esther M. Kepplinger 


COMMUNICATIONS AND INFORMATION PROCESSING 


Television 
Audio, radio, telephone & speech processing 
Image & fax 


General communications & digital 
communication systems 


Storage processing, multiple 
computers, & multiple process 
coordinating 


Electronic commerce & 
specialized data processing 
Processors, control systems, 
input/output 


Computer graphics & data bases 


James L. Dwyer 
(Acting Director) 


Jin F. Ng 


Robert E. Garrett 


Joseph J. Rolla 


Gerald Goldberg 


308-0193 
FAX 308-7922 


308-1123 
FAX 305-7230 


308-1495 
FAX 305-3599 


308-1193 
FAX 305-3599 


308-1495 
FAX 305-3935 


305-4800 
FAX 308-5401 


305-4800 
FAX 308-5401 


305-0286 
FAX 305-3719 


305-9700 
FAX 308-5355 


305-9700 
FAX 308-5355 


05/15/98 
08/03/98 


07/02/98 


11/09/98 
02/13/98 


04/07/98 


10/30/98 
02/06/98 


06/24/98 


07/06/98 


07/02/98 


07/10/98 


05/07/98 


03/10/97 
09/05/97 
11/17/97 


08/07/97 


03/19/98 


11/04/97 


11/06/97 


09/30/97 
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TELEPHONE & 
FAX NUMBERS NEW CASE 
TECHNOLOGY CENTERS DIRECTORS AREA CODE 703 DATE* 


SEMICONDUCTORS, ELECTRICAL AND OPTICAL SYSTEMS AND COMPONENTS 


Semiconductors, electrical circuits, Rolf G. Hille 306-3431 11/25/97 
static memory, digital logic FAX 308-7725 
Semiconductors & electrical circuits 02/17/98 


Power generation & distribution, Stewart J. Levy 308-0658 11/14/97 
music, electrical components & FAX 308-7722 
control circuits 


Photocopying, recorders, printing, Margaret A. Focarino 306-3431 05/08/98 


measuring & testing FAX 308-7725 
Printing 03/03/98 


Liquid crystals, optical elements, Janice A. Howell 308-0530 06/10/97 
optical systems, fiber optics, lasers, FAX 305-3594 

electric lamps, registers, optics 

measuring & radiant energy 


TRANSPORTATION, CONSTRUCTION, AGRICULTURE & NATIONAL SECURITY 


Surface transportation Richard A. Bertsch 308-1134 05/04/98 
FAX 308-2177 


Material handling 08/05/98 


Closures, connections, hardware and Al Lawrence Smith 308-1020 03/24/98 
furniture FAX 306-4597 

Static structures, supports and sign 10/08/98 
exhibiting 

Machine elements and power 10/28/98 
transmissions 


Aeronautics, agriculture, plant and John F. Terapane, Jr. 306-4174 04/01/98 
animal husbandry, weaponry, nuclear FAX 306-4598 

systems and Licensing and Review 

Computerized vehicle controls and 03/26/98 
navigation, radio wave and acoustic 

wave communication 

Wells, earth boring/moving/working, 06/26/98 
excavating, mining, harvesters, 

bridges and roads 


MECHANICAL ENGINEERING, MANUFACTURING AND PRODUCTS 


Amusement and education devices Ethel Rollins-Cross 308-1078 09/23/98 
FAX 305-3579 

Packages, containers, manufacturing 02/26/98 

devices & processes, machine tools 

& hand tools 


3730 Medical instruments, diagnostic John J. Love 308-0873 09/25/97 
equipment, treatment devices, FAX 308-3139 
surgery & surgical supplies 

3760 Body treatment, kinestherapy, & 04/09/98 
exercising 


3740 Thermal & combustion technology, Donald G. Kelly 308-0975 12/01/97 
motive and fluid power systems, FAX 308-7763 
textile manufacturing & apparel 

3750 Fluid handling & dispensing 09/17/98 


* A communication from the examiner should have been received in most applications filed prior to this date. 


[1229 OG 22] 
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(12) Identifying Application Correspondence 


With Issue Batch Number 


Applicants or their attorney or agent can facilitate matching 
incoming papers with the corresponding application file by 
indicating the Issue Batch Number on all papers filed in the 
Office after receiving the Notice of Allowance and before the 
time the Issue Fee Receipt is received. 


The Issue Batch Number is printed on the Notice of Allow- 
ance form in Box 4 in the lower left-hand corner below the 
address. The Issue Batch Number consists of a capital letter 
followed by two digits, for example; “A03,” “D18,” “F42,” 
“J79.” Any lower case letters before the Issue Batch Number 
should be ignored since they are the typist’s initials. Use of 
the Issue Batch Numbers is important since the allowed applica- 
tions are filed by these numbers. 


Any paper filed after receiving the Issue Fee Receipt should 
include the indicated patent number rather than the Issue Batch 
Number. At this time in the processing, the Issue Batch Number 
is no longer useful since the application has been removed 
from the batch at the time the patent number was assigned. 


RICHARD J. SHAKMAN 
Assistant Commissioner 
for Administration 


Jan. 16, 1976 


[943 OG 519] 


(13) Post Card Receipt Reminder 

Applicants and the agents are reminded of the provision in 
Section 717.01(a) (now Section 503) of the Manual of Patent 
Examining Procedure relating to the use of post cards as 
“receipts” of papers filed in the Patent Office. 

If a receipt for any paper filed in the Patent Office is desired, 
it may be had by enclosing with the paper a self-addressed 
post card identifying the paper. The Patent Office will stamp 
the receipt date on the card and place it in the outgoing mail. 

The identifying data on the card should be so complete as 
to match the paper with the application or other document to 
which it is to be associated. For example, the document should 
be identified by the applicant’s name(s), Serial No., filing date, 
appeal number, interference number, etc., and the paper should 
be identified by specifying the type thereof, viz, affidavit, 
amendment, appeal, application papers, brief, drawings, fees, 
motions, supplemental oath or declaration, petition, etc. 

When papers for more than one document are filed under a 
single cover a return post card should be attached to the paper 
for each document for which a receipt is desired. 


RICHARD A. WAHL 
Assistant Commissioner 


Nov. 21, 1968 


[857 OG 667] 


Acknowledgement of Receipt of a Patent 
or Trademark Application 


(14) 


When early notification of the serial number of newly filed 
application papers is desired, a stamped, self-addressed post 
card should be submitted with each application. Immediately 
after the mail has been opened in the Patent and Trademark 
Office, the post card will be stamped with both the receipt date 
and the serial number, and then returned to the addressee. 

Within recent months, hundreds of cards could not be suc- 
cessfully returned because of insufficient postage or incomplete 
or nonexistent forwarding addresses. Accurate and complete 
addresses, including ZIP codes, are necessary to ensure prompt 
acknowledgement of the receipt of patent and trademark appli- 
cations. 

To assist in easy identification once the post card has been 
returned, it is suggested that the post card include applicant’s 
names and title of invention. 
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When more than one set of application papers is filed under 

one cover, a return post card should be attached to each set of 
papers for which a receipt is desired. 


THERESA A. BRELSFORD 
Acting Assistant Commissioner 
for Administration 


July 19, 1982 


{102i OG 96] 


(15) Treatment of Correspondence Deposited as 
First Class Mail Pursuant to 37 CFR 1.8 and 


Returned by the U.S. Postal Service 


Due to heightened security concerns, effective September 1, 
1996, the United States Postal Service (USPS) is requiring 
that all domestic first-class mail, bearing stamps and weighing 
sixteen ounces, or more, be presented to a retail clerk at a 
USPS office. All such mail that is not presented to a retail 
clerk at a USPS office (e.g., placed in a mailbox) will be 
returned by the USPS. The USPS has posted notice of this 
requirement on mailboxes. The “Express Mail” service of the 
USPS is not affected. 

37 CFR 1.8 provides that certain correspondence will be 
considered timely filed by the Patent and Trademark Office 
(PTO) if, among other things, it is deposited with the USPS 
by the due date, and includes a certificate of mailing that sets 
forth the date the person signing the certificate reasonably 
expected the correspondence to be mailed. Correspondence 
must be deposited with the USPS as first class mail in compli- 
ance with any and all applicable requirements of the USPS to 
be considered “[d]eposited with the U.S. Postal service” within 
the meaning of 37 CFR 1.8(a)(1)(i)(A). Correspondence pre- 
sented to the USPS in a manner that does not comply with the 
applicable requirements of the USPS is not “[dJeposited with 
the U.S. Postal service” within the meaning of 37 CFR 
1.8(a)(1)(i)(A) and is not entitled to any benefit under 37 CFR 
1.8. 

To alleviate hardships caused by this change in USPS 
requirements, the PTO will treat correspondence returned by 
the USPS because of its size as “[djeposited with the U.S. 
Postal service” within the meaning of 37 CFR 1.8(a)(1)(i)(A), 
so long as the correspondence was otherwise originally depos- 
ited with the USPS in compliance with 37 CFR 1.8(a)(1)(i) on 
or before December 1, 1996. Returned mailed that is either 
resubmitted to the USPS for delivery, or hand-delivered to the 
PTO, will be stamped by the PTO with the actual date of receipt 
in the PTO. The correspondence will, however, be accorded 
the benefit of any certificate of mailing under 37 CFR 1.8. 

Correspondence mailed after December 1, 1996, and returned 
by the USPS as not mailed in compliance with USPS require- 
ments concerning mail weighing sixteen ounces or more will 
not be entitled to any benefit under 37 CFR 1.8. 

Because this change in USPS requirements does not affect 
the “Express Mail” service of the USPS, it does not affect 
correspondence filed in compliance with 37 CFR 1.10. Persons 
filing correspondence in a manner other than by the procedures 
set forth in 37 CFR 1.8 or 1.10 do so at their own risk. 

Questions concerning this notice should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 10, 1996 


[1192 OG 43] 


Waiver of Certificate of Mailing 
Requirement Under 37 CFR 1.10 


(16) 


The Patent and Trademark Office (PTO) will propose to 
amend 37 CFR 1.10, regarding the “Filing of papers and fees 
by ‘Express Mail’ with certificate” by, among other things, 
deleting the requirement for a “Certificate of Mailing by 
Express Mail” currently necessary to obtain the benefit of the 
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date of deposit with the United States Postal Service (U.S.P.S.) 
as the filing date of the paper. 


Background of 37 CFR 1.10 and Rationale for Amendment 


35 U.S.C. § 21 authorizes the Commissioner “by rule [to] 
prescribe that any paper or fee required to be filed in the Patent 
and Trademark Office will be considered filed in the Office 
on the date on which it was deposited with the United States 
Postal Service.” 37 CFR 1.10 was promulgated to implement 
this provision. 

Pursuant to 37 CFR 1.6, papers are stamped with the date 
of receipt in the PTO. An exception is made for papers filed 
in accordance with 37 CFR 1.10, which provides for the filing 
of papers and fees by Express Mail with a certificate. However, 
in order to claim the benefits of 37 CFR 1.10, a party must 
comply with its specific requirements that the papers have the 
number of the Express Mail label placed thereon prior to 
mailing, be properly addressed to the PTO (see “Change of 
Address For Trademark Applications and Trademark Related 
Papers,” 1163 TMOG 80 (June 28, 1994), which waived 37 
CFR 1.10 to the extent that certain trademark related papers 
could be addressed to the Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Va. 22202-3513; and 
“Change of Address For Patent Applications and Patent Related 
Papers,” 1173 OG 13 (April 4, 1995), which waived 37 CFR 
1.10 to the extent that patent related papers could be addressed 
to the Assistant Commissioner for Patents, Washington, D.C. 
20231 ), and include a Certificate of Mailing by Express Mail 
which states the date of mailing and is signed by the person 
mailing the papers. 

37 CFR 1.10 was promulgated in response to concerns that 
mail service was sometimes subject to delay and, except for 
hand-delivery, that there was no way to ensure the timely filing 
of time-critical documents with the PTO. “Express Mail” was 
chosen because, among other things, a person other than the 
filer, that is a disinterested third party working for the U.S.P.S., 
enters the date of deposit on the Express Mail label. 

Under the current rule, the filer is required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Some papers filed with the PTO, 
although deposited as Express Mail with the U.S.P.S., have 
been denied the filing date of the date of deposit as Express 
Mail because the required Certificate of Mailing by Express 
Mail was omitted or deficient. The lost filing date for a signifi- 
cant number of these papers has resulted in the loss of substan- 
tive rights. For example, a trademark registration may be 
canceled if the required affidavit of continued use or excusable 
non-use is not filed by the end of the sixth year of registration. 
15 U.S.C. § 1058. 

In light of the problematic nature of the requirement for a 
Certificate of Mailing by Express Mail and its apparent redun- 
dancy in purpose, inasmuch as the date of deposit has already 
been entered by a disinterested third party, the PTO will propose 
to delete this requirement from 37 CFR 1.10. 

This notice applies only to correspondence actually received 
(not to papers lost or misplaced by the U.S.P.S.) at the PTO 
via Express Mail Post Office to Addressee service where there 
is a clear indication of the “date in” on the Express Mail label 
by the U.S.P.S. Filers are encouraged to continue the practice 
of placing a Certificate of Mailing by Express Mail on papers 
filed in the PTO by Express Mail since, in some cases, the 
certificate may provide useful evidence. 


Interim Waiver of 37 CFR 1.10 for Documents Filed without 
Certificate of Express Mail 


Because a significant period of time will elapse before any 
final rule change can be promulgated, and because there appears 
to be no harmful consequence to any party, effective as of the 
publication date of this notice, the PTO will, sua sponte, waive 
37 CFR 1.10 to the extent of granting a filing date as of the 
“date in” entered on the Express Mail label by the U.S.P.S. 
employee (unless the “date in” is a Saturday, Sunday or Federal 
holiday within the District of Columbia; see § 1.6(a)) for all 
papers actually received at the PTO via Express Mail, regardless 
of whether the requirement for a Certificate of Mailing by 
Express Mail has been met provided all other requirements of 
37 CFR 1.10 are met. 
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For all papers filed prior to the date of this notice, which 
were not in compliance with the Certificate of Mailing by 
Express Mail requirements under 37 CFR 1.10, a petition to 
the Commissioner will be required to request that the date of 
deposit as shown by the “date in” entered on the Express Mail 
label be accorded as the filing date of the paper. The petition 
should include a copy of the Express Mail label showing the 
“date in” entered by the U.S.P.S. employee and a declaration 
attesting to the contents of the envelope to which the. Express 
Mail label was attached. See 37 CFR 1.183 or 2.146. 


Summary 


In summary, the PTO is waiving, sua sponte, the requirement 
of 37 CFR 1.10 for a Certificate of Mailing by Express Mail and 
will propose to amend 37 CFR 1.10 to delete the requirement for 
a Certificate of Mailing by Express Mail. This waiver becomes 
effective upon the publication of this notice. For all documents 
filed by Express Mail prior to this notice, but not in compliance 
with the Certificate of Mailing by Express Mail requirement, 
a petition to the Commissioner under either 37 CFR 1.183 or 
2.146 must be filed to request that the date of deposit as shown 
by the “date in” entered on the Express Mail label be accorded 
as the filing date of the paper. 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


PHILIP G. HAMPTON, II 
Assistant Commissioner 


[1174 OG 92] 


Interim Waiver of 37 C.F.R. § 1.163(b) 
for Two Copies of a Specification 
of an Application for a Plant Patent 


(17) 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R § 1,163(b) to no longer require two copies 
of a specification for an application for a plant patent. The 
reason for this waiver is that the PTO intends to amend 37 
C.F.R. § 1.163(b) to eliminate this requirement. 

Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
C.F.R. § 1.163(b) to the extent that two copies of the specifica- 
tion of a plant patent application are no longer required. 


Background of 37 C.F.R. § 1.163(b) and Rationale for Amend- 
ment 


Under the existing rule, two copies of the specification, 
including the claim, of an application for a plant patent are 
required. The reason for this requirement was so that one copy 
of the application could be forwarded to the Agricultural 
Research Service of the Department of Agriculture where nec- 
essary for examination of the application. However, the Office 
seldom requests the assistance of the Department of Agriculture 
in the examination of plant patent applications and the duplicate 
copies of the specification are removed from the application 
file and stored separately. In the unusual situation where the 
duplicate copy of the specification required by 37 C.F.R. 
1.163(b) has not been provided, plant patent examiners have 
not been requiring a duplicate copy and, instead, have been 
making the required copy. If the requirement for two copies 
is eliminated, and the Office desires the assistance of the Depart- 
ment of Agriculture, the Office will make the required duplicate 
copy. The elimination of the duplicate copy requirement will 
reduce the burden on plant patent applicants in filing an applica- 
tion for a plant patent. Furthermore, by elimination of this 
requirement, the storage space required for plant patent applica- 
tions will be reduced, since the Office will no longer have 
to store duplicate copies. Any duplicate copies of the plant 
application specification submitted after the publication date 
of this notice or that are currently being stored by the Office 
may be discarded. 

This change in practice does not effect the number of color 
drawings or color photographs that are required for a plant 
patent application. Two copies of color drawings or color photo- 
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graphs continue to be required for processing of a plant patent 
application. 37 C.F.R. 1.165(b). One of the two copies of the 
drawings is placed in the application file and is used during 
prosecution of the application, including printing of the patent. 
The second copy is used in the interference files, where it is 
also available to be sent to the Department of Agriculture, 
should the need arise. The second copy is also available for 
use by the printer in the event that the first copy is lost or 
damaged. 

If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


July 1, 1998 


[1213 OG 109] 


Interim Waiver of 37 C.F.R. § 1.84(b)(1) 
for Petitions to Accept Black and White 
Photographs and Advance Notice of 
Change to M.P.E.P. § 608.02 


(18) 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R. § 1.84(b)(1) to the extent that a petition and 
petition fee are no longer required in order to accept black and 
white photographs in lieu of drawings. The reason for this 
waiver is that the PTO intends to amend 37 C.F.R. § 1.84(b)(1) 
to eliminate the requirement for a petition and petition fee. 

Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
CF.R. § 1.84(b)(1) to the extent that a petition and petition 
fee are no longer required for acceptance of black and white 
photographs in applications that are pending as of the publica- 
tion date of this notice or any applications filed thereafter. If 
an Office action has been mailed which requires a petition 
under 37 C.F.R. § 1.84(b)(1) and/or a petition fee, an acceptable 
reply to the Office action would be a reference to this notice 
and a request that the requiremeni be withdrawn. However, 
any petition fees set forth in 37 C.F.R. § 1.17(i) which were 
paid prior to the publication date of this notice will not be 
refunded, since they were required at the time they were paid. 
A fee authorized to be charged to a deposit account is considered 
to have been paid on the date the paper with the authorization 
was filed. Any petition fees set forth in 37 C.F.R. § 1.17(i) 
paid or authorized to be paid after the publication date of this 
notice will not have been required at the time the fees were 
paid or authorized and may be refunded. See 37 C.F.R. § 
1.26(a). Manual of Patent Examining Procedure, Section 608.02 
will be amended consistent with this Notice. 


Background of 37 C.F.R. § 1.84(b)(1) and Rationale for Amend- 
ment 


Currently, under 37 C.F.R. § 1.84(b)(1), the PTO will accept 
black and white photographs in utility and design patent appli- 
cations in lieu of drawings upon the granting of a petition to 
accept the photographs. However, petitions under 37 C.F.R. § 
1.84(b)(1) do not serve a usefulpurpose in the examination 
process and therefore unnecessarily delay the issuance of 
patents containing black and white photographs. As noted in 
“Interim Waiver of 37 C.F.R. 1.84(b)(1) for Petitions to Accept 
Black and White Photographs Filed with Only One Set of 
Photographs,” 1211 O.G. 34 (June 9, 1998), the PTO can now 
process black and white photographs for design and utility 
applications in the same manner as drawings for design and 
utility applications. Since the special handling process has been 
eliminated, a petition is no longer necessary. In addition, the 
requirement for a petition for black and white photographs as 
set forth in 37 C.F.R. § 1.84(b)(1) does not address when black 
and white photographs are acceptable in an application instead 
of drawings. Manual of Patent Examining Procedure (MPEP), 
section 608.02, states that the photographs or photomicrographs 
“must show the invention more clearly than they can be done 
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by India ink drawings,” but 37 C.F.R § 1.84(b)(1) does not 
include this language. Accordingly, petitions under 37 C.F.R. 
§ 1.84(b)(1) are grantable if the petition fee set forth in 37 
C.F.R. § 1.17(i) is included and the photographs are either 
properly mounted or on double weight photographic paper, 
even though photographs may not be acceptable instead of 
drawings in that application because the subject matter is 
capable of illustration by a drawing. See 37 C.F.R. § 1.81(c). 
For example, a photograph of a syringe would not be acceptable 
if the syringe is capable of being drawn. In addition, the require- 
ment of a petition to accept black and white photographs leads 
to delays in issuance of patents containing photographs 
(increases the cycle time of applications with photographs) 
and misuses valuable resources for several reasons. First, the 
petitions take time to decide, which adds to the processing time 
of applications with black and white photographs. Second, an 
added delay is caused by the practice of applicants first filing 
petitions under 37 C.F.R. § 1.84(b)(1) while applications are 
being prepared for issuance and are no longer in the Technology 
Centers, where such petitions are decided, which requires appli- 
cations with the petition and photograph(s) to be returned to 
the Technology Centers for treatment of the petitions. For these 
reasons, the requirement of 37 C.F.R. § 1.84(b)(i) for a petition 
and petition fee should be eliminated. 

This change in procedure should not change the number 
of applications in which photographs are filed. Photographs 
continue to be acceptable only in applitations in which the 
invention is not capable of being illustrated in an ink 
drawing or where the invention is shown more clearly in 
a photograph. For example, photographs or photomicrographs 
of electrophoresis gels, blots, e.g., immunological, western, 
Southern, and northern, autoradiographs, cell cultures (stained 
and unstained), histological tissue cross sections (stained and 
unstained), animals, plants, in vivo imaging, thin layer chroma- 
tography plates, crystalline structures, metallurgical microstruc- 
tures, textile fabrics, grain structures, and ornamental effects 
continue to be acceptable. 

If a photograph that is filed in an application shows an 
invention which is capable of illustration, the examiner will, 
pursuant to 37 C.F.R. § 1.81(c) and/or 37 C.F.R. § 1.83(c), 
require a drawing of the subject matter. For example, 
syringes are capable of being drawn and drawings would gener- 
ally demonstrate the details thereof more clearly (for example, 
cross hatching can be included to show the materials used). If 
a photograph (or a copy of a photograph) of a syringe is filed 
with the application, the examiner should require a drawing in 
lieu of the photograph. If the subsequently submitted drawing 
contains new matter, however, the examiner will not approve 
entry of the drawing, so applicants should be careful when 
initially submitting photographs instead of drawings. See MPEP 
608.02(h) and 608.04. (The issue of new matter can also arise 
if a poor quality photograph or a photocopy of a photograph 
which is a poor reproduction is originally submitted and a better 
quality or the original photograph is later submitted and shows 
details beyond that shown in the photograph or photocopy that 
was originally submitted.) 

It is noted that this change in procedure only applies to black 
and white photographs for utility and design applications. The 
current requirements for petitions for color drawings or color 
photographs are not affected. Color drawings and color photo- 
graphs require special handling in the Office and the require- 
ment for a petition is one mechanism for ensuring that these 
applications are properly processed. Thus, a petition, petition 
fee, and a reference in the specification continue to be necessary 
in design and utility applications for color drawings or color 
photographs to be accepted under 37 C.F.R. § 1.84(a)(2). 

If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 


STEPHEN G. KUNIN 
Deputy Assistant Commisioner for 
Patent Policy and Projects 


July 1, 1998 


{1213 OG 108] 
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(19) Interim Waiver of 37 C.F.R. § 1.84(b)(1) for 

Petitions to Accept Black and White Photographs 


Filed with Only One Set of Photographs 


The Patent and Trademark Office (PTO) is sua sponte 
waiving 37 C.F.R. § 1.84(b)(1)(ii) to the extent that only a 
single set of black and white photographs need be submitted 
with a petition to accept black and white photographs in lieu 
of drawings. The reason for this waiver is that the PTO intends 
to amend 37 C.F.R. § 1.84(b)(1) to reduce the requirement for 
the submission of three (3) sets of black and white photographs, 
as part of a petition to accept the photographs, to one set of 
black and white photographs as a result of patent printing 
process changes. 


Because a significant period of time will elapse before any 
final rule change can be promulgated, effective as of the publi- 
cation date of this notice, the PTO will, sua sponte, waive 37 
C.F.R. § 1.84(b)(1)(ii) to the extent that the submission of a 
single set (as opposed to three sets) of black and white photo- 
graphs will be considered acceptable upon the filing a petition 
under 37 C.F.R. § 1.84(b)(1). 


Background of 37 C.F.R. § 1.84(b)(1) and Rationale for Amend- 
ment 


Under the existing rule, the PTO will accept black and white 
photographs in utility and design patent applications in lieu of 
drawings upon the granting of a petition to accept the photo- 
graphs. The petition must include the fee set forth in 37 C.F.R. 
§ 1.17(i) and three (3) sets of photographs. 


Until just recently, PTO processing of black and white photo- 
graphs for utility and design applications required three sets 
of photographs. One of the three sets of photographs was 
retained in the application file as part of the official file record 
so it could be used during the examination process. The second 
and third sets of photographs were used when the application 
was being prepared for publication as a patent. At that time, 
the first set of photographs was used for optical scanning to 
create a scanned version of the photograph for the patent pub- 
lishing database, and a special handling process would begin 
with the separate creation of three sets of headers. A header 
contains the patent number, issue date, and drawing sheet 
number. The three sets of headers were respectively applied 
to each sheet of each set of photographs. The second set of 
photographs was forwarded to the Patent and Trademark Copy 
Sales (PTCS) Office for use by PTCS as a master set for creating 
additional copies of the photographs when patent copies were 
sold to the public and the public requested that the copies be 
made from the original photograph(s) rather than the published 
patent. The third set of photographs was used in the official 
patent grant which was sent to the patentee. This special han- 
dling process for the headers of the photographs was disruptive 
to the normal publication process and added to the overall time 
for issuing patents. The more modern Office processing of 
drawings for utility and design applications now requires only 
a single set of formal drawings. When an application is allowed, 
the set of drawings in the application file is optically scanned 
and the images are stored in a patent publishing database. 
Copies of the. drawings generated from the patent publishing 
database include the appropriate patent header information and 
are acceptable for all uses, including the preparation of Official 
Gazette notices, printed patents for the search rooms, and for 
sales by the PTCS Office, as well as for the original patent 
grant sent to the patentee. 


Scanning of black and white photographs now results in 
sufficient image quality that the special handling process 
described above is no longer necessary. Accordingly, the PTO 
can now process black and white photographs for design and 
utility applications in the same manner as drawings for design 
and utility applications. Therefore, the second and third sets 
of black and white photographs are no longer needed. 


This change in procedure will eliminate a time consuming 
special handling process and should enable applications with 
black and white photographs to be issued as patents more 
quickly. Furthermore, since the second and third sets of black 
and white photographs are no longer necessary, applicants will 
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avoid the expense associated with the preparation and supplying 
of the two extra sets of black and white photographs. 

It is noted that this change in procedure only applies to black 
and white photographs for utility and design applications and 
the current requirements for color drawings or photographs are 
not affected. Thus, three sets of color photographs continue to 
be necessary for design and utility applications in which a 
petition under 37 C.F.R. § 1.84(a)(2) has been granted. Further- 
more, two sets of color photographs for plant patent applications 
continue to be required. 


If there are any questions or comments about this change in 
practice, they should be forwarded to Karin Tyson, Senior 
Legal Advisor, by facsimile at (703) 308-6916, by telephone 
at (703) 305-9285, or by e-mail at karin.tyson@uspto.gov. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


May 1, 1998 


{1211 OG 34] 


Information in Oath/Declaration 
Necessary to Identify the Specification 
for an Application filed under 35 USC 111 
in Accordance with 37 CFR 1.63 


(20) 


This notice supersedes the previous notice published at 1035 
Off. Gaz. Pat. Office 3 on September 12, 1983, and is intended 
to make it easier for an applicant(s) to comply with the identifi- 
cation requirement of 37 CFR 1.63. 

37 CFR 1.63 requires that an oath or declaration identify 
the specification to which it is directed. The declaration form 
suggested by the Office includes spaces for filling in the names 
of the inventors, title of invention, application number, filing 
date, foreign priority application information and United States 
priority application information. While this information should 
be provided, it is not essential that all of these spaces be filled 
in order to adequately identify the specification in compliance 
with 37 CFR 1.63(a)(2). 

The following combinations of information supplied in an 
oath or declaration filed on the application filing date with a 
specification are acceptable as minimums for identifying a 
specification and compliance with any one of the items below 
will be accepted as complying with the identification require- 
ment of 37 CFR 1.63: 


(1) name of inventor(s), and reference to an attached specifi- 
cation which is both attached to the oath or declaration at the 
time of execution and submitted with the oath or declaration 
on filing; 

(2) name of inventor(s), and attorney docket number which 
was on the specification as filed; or 

(3) name of inventor(s), and title which was on the specifica- 
tion as filed. 


Filing dates are now granted on applications filed without 
an oath or declaration in compliance with 37 CFR 1.63, the 
oath or declaration being filed later with a surcharge. The 
following combinations of information supplied in an oath or 
declaration filed after the filing date are acceptable as mini- 
mums for identifying a specification and compliance with any 
one of the items below will be accepted as complying with the 
identification requirement of 37 CFR 1.63: 


(1) name of inventor(s), and application number (consisting 
of the series code and the serial number; e.g.,08/123,456); 

(2) name of inventor(s), serial number and filing date; 

(3) name of inventor(s) and attorney docket number which 
was on the specification as filed; 

(4) name of inventor(s), title which was on the specification 
as filed and filing date; 

(5) name of inventor(s), title which was on the specification 
as filed and reference to an attached specification which is both 
attached to the oath or declaration at the time of execution and 
submitted with the oath or declaration; or 

(6) name of inventor(s), title which was on the specification 
as filed and accompanied by a cover letter accurately identifying 
the application for which it was intended by either the applica- 
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tion number (consisting of the series code and the serial number; 
e.g.,08/123,456), or serial number and filing date. Absent any 
statement(s) to the contrary, it will be presumed that the applica- 
tion filed in the PTO is the application which the inventor(s) 
executed by signing the oath or declaration. 


Any specification that is filed attached to an oath or declara- 
tion on a date later than the application filing date will not be 
compared with the specification submitted on filing. Absent 
any statement(s) to the contrary, the “attached” specification 
will be presumed to be a copy of the specification and any 
amendments thereto which were filed in the Office in order to 
obtain a filing date for the application. 

Any variance from the above guidelines will only be consid- 
ered upon the filing of a petition for waiver of the rules under 
37 CFR 1.183 accompanied by a petition fee (37 CFR 1.17(h)). 

Further, an oath or declaration attached to a cover letter 
referencing an incorrect application may not become associated 
with the correct application and, therefore, could result in the 
abandonment of the correct application. 

Supplemental oaths or declarations in accordance with 37 
CFR 1.67 will be required in applications in which the oaths 
or declarations are not in compliance with the other require- 
ments of 37 CFR 1.63 but contain sufficient information to 
identify the specifications to which they apply as detailed above. 

A copy, such as a photocopy or facsimile transmission, of 
an originally executed oath or declaration is acceptable and 
may be filed. In the event that a copy of the original is filed, 


the original should be retained as evidence of authenticity. If 


a question of authenticity arises, the Patent and Trademark 
Office may require submission of the original. See 37 CFR 
1.4(d)(2). 

See MPEP § 1896 for the identification requirements for a 
declaration filed in a U.S. national stage application filed under 
35 USC 371. 

These changes will appear in MPEP § 601.01 in the next 
revision of the Manual. 


July 13, 1995 STEPHIN G. KUNIN 
Deputy Assistant Commissioner 


for Patent Policy and Projects 
[1177 OG 60] 


(21) Handling of Status Inquiries 

This notice is intended to supplement the discussion set forth 
in the Official Gazette Notice published at 893 Official Gazette 
810 entitled “Status Inquires” (Dec. 21, 1971). 

It has come to the attention of the Patent and Trademark 
Office (PTO) that its empioyees may have improperly released 
confidential information concerning pending applications. Spe- 
cifically, issue date and patent number information assigned 
to pending applications may have been improperly released. 

No information concerning pending or abandoned patent 
applications (except reissue applications and reexamination 
proceedings) may be given to the public by the PTO without 
the authorization of the applicant or the assignee or attorney 
or agent of record. 35 USC § 122 and 37 CFR § 1.14. Other 
exceptions are specified at 37 CFR § 1.14. 

However, PTO employees will release information on the 
status of patent applications to the applicant or assignee or 
attorney or agent of record if the identity of the requestor can 
be adequately verified as set forth below. 

Telephonic status inquiries should continue to be directed 
to the PTO clerical personnel. The PTO clerical personnel will 
obtain the caller’s full name, the application serial number and 
the caller’s telephone number. The PTO clerical personne! will 
ask the caller if there is an attorney or agent of record. 

If there is an attorney or agent of record, the PTO clerical 
personnel will ask for his/her registration number. If the regis- 
tration number is not known, the PTO clerical personne! will 
ask for the name of the attorney or agent of record. The PTO 
clerical personnel will inform the caller that an attorney or 
agent of record will be called after verification of his/her identity 
and that the requested status information concerning the appli- 
cation will be released to that attorney or agent. 

If there is no attorney or agent of record, the PTO clerical 
personne! will ask the caller why he/she is entitled to informa- 
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tion concerning the application. If the caller identifies himself/ 
Herself as an applicant or an authorized representative of the 
assignee of record, the PTO clerical personnel will ask for 
the correspondence address of record. Then, the PTO clerical 
personnel will inform caller that his/her association with the 
application must be verified before any information concerning 
the application can be released, and that he/she will be called 
back. If the caller indicates that he/she is not an applicant or 
an authorized representative of the assignee of record, the PTO 
clerical personnel will inform caller that no information con- 
cerning that application will be released. 

The PTO clerical personnel will then verify the identity of 
any caller claiming to be associated with the application by 
checking the Patent Application Locating and Monitoring 
(PALM) system or the application file. 

If an attorney or agent is of record in the application, the 
PTO clerical personne! will release the status information con- 
cerning the application by calling the attorney’s or agent’s 
telephone number obtained from PALM or the application file. 

If the applicant or an authorized representative of the assignee 
of record requests information, and there is no attorney or agent 
of record and the correspondence of record has been verified, 
the PTO clerical personnel will release the status information 
to the caller using the telephone number given by the caller. 
If the caller’s association with the application cannot be veri- 
fied, no information concerning the application will be released. 
However, the caller should be informed that the caller’s associa- 
tion with the application could not be verified. 

In handling an in-person status request, PTO clerical per- 
sonnel will ask the requester to wait while verifying their identi- 
fication as set forth above. 


May 14, 1990 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 


of Patents and Trademarks 
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(22) Patent Assistance Center 


In an effort to support the reengineering of the patent process 
at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
Patent Assistance Center to provide enhanced telephone service 
to patent customers. This pilot is the PTO’s first step toward 
providing a “one-stop service.” During the pilot, the Patent 
Assistance Center will be housed within the current General 
Information Services Division (GISD) located in Crystal Plaza 
3, Room 2C02. Questions and inquires regarding technical 
assistance on patent applications that are beyond the scope/ 
purview of the General Information Services Division will be 
answered by the Patent Assistance Center. Questions specific 
to a pending patent application will be directed to the assigned 
examiner. The Patent Assistance Center will be staffed by a 
highly qualified, experienced, and customer friendly personnel. 
Customers may contact the Patent Assistance Center from 8:30 
a.m. to 5:00 p.m. EST by dialing GISD at 1-800 PTO-9199 
or (703) 308-HELP. 

The Patent Assistance Center will utilize a state-of-the-art 
telecommunications/PC integration system. This system will 
be used to gather data on customers’ most frequently asked 
questions. These questions will be analyzed and an informa- 
tional database will be developed to quickly provide answers. 
Customer Feedback Cards will be randomly sent to callers 
requesting feedback on their satisfaction with the products and 
services received. 

Point of Contact for this Notice: 
Name: Stuart S. Levy 


Telephone Number: (703) 308-1295 
Fax Number: (703) 305-3594 


June 6, 1996 FRED SCHMIDT, Director 


Office of Strategic Planning and 
Patent Reengineering 


[1188 OG 124] 
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(23) Federal Government Holidays, 1996 


Monday, January 1 New Year’s Day 


Monday, January 15 Martin Luther King, Jr.’s Birthday 
Presidents’ Day 


Memorial Day 


Monday, February 19 
Monday, May 27 
Thursday, July 4 Independence Day 
Monday, September 2 Labor Day 
Monday, October 14 
Monday, November 11 
Thursday, November 28 


Wednesday, December 25 


Columbus Day 
Veterans’ Day 
Thanksgiving Day 
Christmas Day 


[1184 OG 108] 


(24) Closing of Patent and Trademark Office 


on Monday, Jan. 26, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Jan. 26, 1987, the Patent and Trademark Office will consider 
Jan. 26, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. § 21. Any action or fee due that 
day will be considered as timely for the purpose of, e.g., 35 
U S.C. §§ 119, 133 and 151, if the action is taken, or fee paid, 
on Jan. 27, 1987. 


Jan. 28, 1987 DONALD W. PETERSON 


Acting Assistant Secretary 
and Commissioner of Patents 
and Trademarks 


[1075 OG 29] 


(25) 


Closing of Patent and Trademark Office 
on Monday, Feb. 23, 1987 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
Feb. 23, 1987, the Patent and Trademark Office will consider 
Feb. 23, 1987, a “federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of, e.g., 35 U.S.C. 
119, 133 and 151, if the action is taken, or fee paid, on Feb. 
24, 1987. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


Feb. 27, 1987 


[1098 OG 548} 


(26) Closing of the Patent and Trademark Office 


on Friday, Jan. 20, 1989 


In view of the fact that Federal and District of Columbia 
government offices in Washington, D.C. metropolitan area, 
including the Patent and Trademark Office were officially 
closed on Jan. 20, 1989, the Patent and Trademark Office 
will consider Jan. 20, 1989, a “holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due that day 
will be considered as timely for the purposes of e.g. 35 U.S.C. 
§§ 119, 133 and 151, if the action is taken, or fee paid, on Jan. 
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23, 1989. Papers deposited in U.S. Department of Commerce 
District Offices on Jan. 20, 1989, will similarly be considered 
timely for the purposes of 35 U.S.C. §§ 119, 133 and 151. 


Jan. 6, 1989 DONALD J. QUIGG 
Assistant Secretary and 

Commissioner of Patents 

and Trademarks 
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(27) Closing of Patent and Trademark Office 
on Thursday, January 20, 1994 


and Friday, February 11, 1994 


In view of the official closing of the Federal and District of 
Columbia government offices in the Washington, D.C. metro- 
politan area, including the Patent and Trademark Office, on 
January 20, 1994 and February 11, 1994, the Patent and Trade- 
mark Office will consider each of those days a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21. Any 
action or fee due on either of those days will be considered as 
timely for the purpose of, e.g., 35 U.S.C. §§ 119, 133 and 151, 
if the action is taken, or fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open (i.e., Friday, January 21, 1994, and Monday, February 
14, 1994, respectively). 


March 10, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1161 OG 12] 


(28) Closing of the Patent and Trademark Office on 
Wednesday, April 27, 1994 


In view of the fact that Federal government offices in the 
Washington, D.C. metropolitan area, including the Patent and 
Trademark Office, were officially closed on April 27, 1994, 
the day proclaimed by President Clinton as a National Day of 
Mourning, the Patent and Trademark Office will consider April 
27, 1994 a “holiday within the District of Columbia” under 35 
U.S.C. § 21. Any action or fee due that day will be considered 
as timely for the purposes of e.g., 35 U.S.C. §§ 119, 133 and 
151, if the action is taken, or fee paid, on April 28, 1994. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


May 2, 1994 


[1162 OG 104] 


(29) Closing of the Patent and Trademark Office 
on Monday, January 8, 1996 through 


Wednesday, January 10, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Monday, January 8, 1996 
through Wednesday, January 10, 1996, the Patent and Trade- 
mark Office will consider each of those days, a “federal holiday 
within the District of Columbia” under 35 U.S.C. § 21 and 37 
C.F.R. §§ 1.6, 1.7 and 1.10. Any action or fee due on any of 
those days will be considered as being timely filed if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office was open, that is, 
Thursday, January 11, 1996. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 


[1183 OG 59] 
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(30) Closing of the Patent and Trademark Office 


on Friday, January 12, 1996 


In view of the official closing of the Federal government 
offices in the Washington, D.C. metropolitan area, including 
the Patent and Trademark Office, on Friday, January 12, 1996, 
the Patent and Trademark Office will consider January 12, 
1996, a “federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.10. Any action 
or fee due on that day will be considered as being timely filed 
if the action is taken, or the fee paid, on the next succeeding 
business day on which the Patent and Trademark Office was 
open, that is, Tuesday, January 16, 1996 (Monday, January 
15, 1996, was a federal holiday, Martin Luther King, Jr’s. 
Birthday). 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 24, 1996 
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(31) Closing of the Patent and Trademark Office 


on Friday, December 26, 1997 


In view of the official closing of the Federal government 
offices, including the Patent and Trademark Office, on Friday, 
December 26, 1997, by Executive order of the President, the 
Patent and Trademark Office will consider December 26, 1997, 
as a “Federal holiday within the District of Columbia” under 
35 U.S.C. § 21 and 37 C.F.R. §§ 1.6, 1.7 and 1.9. Any action 
or fee due on that day will be considered as timely for the 
purposes of, e.g., 35 U.S.C. 119, 120, 133 and 151, if the action 
is taken, or the fee paid, on the next succeeding business day 
on which the Patent and Trademark Office is open, that is, 
Monday, December 29, 1997. 

37 C.F.R. § 1.6(a)(2) provides that correspondence deposited 


as Express Mail in accordance with 37 C.F.R. § 1.10 will be 
considered filed on the date of its deposit. This will occur even 
though the date of deposit date is a Saturday, Sunday or Federal 
holiday within the District of Columbia. 

Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling 1- 
800-786-9199 or 703-308-4357. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


December 18, 1997 


{1206 OG 650] 


(32) Filing of Papers During Unscheduled Closings 
of the Patent and Trademark Office 


When the Patent and Trademark Office is officially closed by 
Executive Order of the President or by the Office of Personnel 
Management for an entire day because of some unscheduled 
event, such as adverse weather conditions, the Patent and Trade- 
mark Office will consider that day as a “federal holiday within 
the District of Columbia” under 35 U.S.C. § 21. Any action 
or fee due that day will be considered as timely for the purposes 
of, e.g., 35 U.S.C. §§ 119, 133 and 151, if the action is taken, 
or fee paid, on the next succeeding business day on which the 
Patent and Trademark Office is open. 

When the Patent and Trademark Office is open for business 
during any part of a business day between 8:30 a.m. and 5:00 
p.m., papers are due on that day even though the Office may 
be officially closed for some period of time during the business 
day because of an unscheduled event. The procedures of 37 
CFR 1.8 or 1.10 may be used, as appropriate, for the filing of 
papers. On any day the Office is open for at least part of the 
day, papers may also be deposited up to midnight in any boxes 
which are provided by the Patent and Trademark Office under 
37 CFR 1.6(c). 
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Information regarding whether or not the Office is officially 
closed on any particular day may be obtained by calling (703)- 
557-INFO. 
Nov. 18, 1988 DONALD J. QUIGG 

Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1097 OG 53] 


(33) Iraqi Sanctions Regulations 

On January 18, 1991, the Department of the Treasury, Office 
of Foreign Assets Control (OFAC), published the Iraqi Sanc- 
tions Regulations (Regulations) (31 CFR Part 575). 56 Fed. 
Reg. 2112. The regulations implement Executive Orders 12722 
(August 2, 1990) and 12724 (August 9, 1990) relating to certain 
property and transactions in which the Government of Iraq and 
persons in Iraq may have an interest. 


It appears that the provisions of the Executive Orders and 
Regulations prohibit transactions relating to the filing or prose- 
cution of applications for patents or for registration of trade- 
marks, where an Iraqi interest is involved. The prohibited 
transactions, however, may be authorized by a specific license 
issued pursuant to the proceedures described in Section 575.801 
of Subpart H of the Regulations. 


This notice is intended to alert practitioners and applicants 
to the prohibitions which may apply to matters before the Patent 
and Trademark Office, (PTO) if Iraqi interests are involved. 
This notice is further intended to advise that where such interests 
or potential interests come to the attention of the PTO, an 
appropriate specific license from OFAC may be required. 


HARRY F. MANBECK, Jr. 
Commissioner of Patents 
and Trademarks 


Jan. 29, 1991 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 981214305-8305-01] 
RIN 0651-AB02 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


(34) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Request for comments. 


SUMMARY: On October 30. 1998, President Clinton signed 
Public Law 105-330. This law requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/ 
or state recognized Native American tribes. The new law 
requires that the Commissioner of Patents and Trademarks 
(Commissioner) complete the study and submit a report, 
including the findings and conclusions, to the chairmen of the 
Conimittee on the Judiciary of the Senate and the Committee 
on the Judiciary of the House of Representatives, not later than 
September 30, 1999. This notice requests input that will help 
the PTO make an initial determination of how best to conduct 
the study, where public hearings should be held, and who should 
be consulted during the study process. 


DATES: To ensure consideration, comments must be received 
no later than 45 DAYS FROM THE DATE OF PUBLICATION 
IN THE FEDERAL REGISTER. 


ADDRESSES: Comments must be submitted to: Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and Interna- 
tional Affairs; U.S. Patent and Trademark Office; 2121 Crystal 
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Drive, Suite 902; Arlington, VA Comments may also 
be submitted bv e-mail to: NAFedRegNotice@USPTO.GOV. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer; Telephone: 703-306-2960; E-mail: eleanor.meltzer@- 
uspto.gov; facsimile transmission: 703-305-8885. P.L. 105-330 
may be viewed via the Library of Congress website at: 
thomas.loc.gov. 


SUPPLEMENTARY INFORMATION: Members of Con- 
gress have received complaints regarding the lack of adequate 
protection for the official insignia of Native American tribes. 
Title III of P.L. 105-330 requires the PTO to study how such 
official insignia may better be protected under trademark law. 
As an initial step to completing the mandated study, through 
this Notice the PTO would like comments on: (1) how best to 
conduct the study; (2) where public hearings should be held; 
and (3) who should be consulted during the study process. 


Issues to be Addressed by the Study 


The final study must address a variety of issues, including the 
impact of any changes on the international legal obligations of 
the United States, the definition of “official insignia” of a 
federally and/or state recognized Native American tribe, and 
the administrative feasibility, including the cost, of changing 
current law or policy in light of any recommendations. To help 
in answering items 1-3 above, the following issues are raised. 
They are provided for informational purposes only. Another 
Federal Register notice will be published in 1999 specifically 
requesting answers to the following questions. 


e Definition of “Official Insignia” - How should the PTO 
define “official insignia” of a federally or state recognized 
Native American tribe? 


e Establishing and Maintaining a List of Official Insignia - 
How should the PTO establish a list of the official insignia of 
federally and/or state recognized Native American tribes? How 
should the PTO maintain such a list? 


e Impact of Changes In Current Law or Policy - How would 
any change in law or policy with respect to prohibiting the 
Federal registration of trademarks identical to the official 
insignia of Native American tribes, or of prohibiting any new 
use of the official insignia of Native American tribes, affect 
Native American tribes? How would such changes affect trade- 
mark owners? How would such changes affect the Patent and 
Trademark Oflice? How would such changes affect any other 
interested party? What impact would any such changes have 
on the international legal obligations of the United States? 


e Impact of Prohibition on Federal Registration & New 
Uses of Official Insignia - How would prohibiting Federal 
registration of trademarks identical to the official insignia of 
Native American tribes affect any/all of the above-mentioned 
entities? How would prohibiting any new use of the official 
insignia of Native American tribes affect any/all of the above- 
mentioned entities? What effect would such prohibitions have 
on the international legal obligations of the United States? What 
defenses, including fair use, might be raised against any claims 
of infringement? 


e Administrative Feasibility - What is the administrative 
feasibility, including the cost, of changing the current law or 
policy, to prohibit the registration? What is the administrative 
feasibility, including the cost, of prohibiting any new uses of 
the official insignia of state or federally recognized Native 
American tribes? What is the administrative feasibility, 
including the cost, of otherwise providing additional protection 
to the official insignia of federally and state recognized Native 
American tribes? 

e Timing of Changes in Protection - Should changes in 
the scope of protection for official tribal insignia be offered 
prospectively? Retrospectively? What is the impact of such 
protection? 


¢ Statutory Requirements - What statutory changes would 
be necessary in order to provide such protection? 


¢ Other Relevant Factors - What other factors, not mentioned 
above, are relevant to this issue? 
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Request for Public Comment 


The Commissioner has identified the following topics for which 
public comment is currently requested: 





1. Best Method of Obtaining Public Comments 


What is the best way to obtain public comments? Should the 
PTO conduct public hearings in order to obtain comments? 


2. Site of Public Hearings 


If public hearings are desirable, where should these hearings 
be conducted? If suggesting sites for public hearings, please 
explain the benefits, particularly in terms of reaching a relevant 
audience. 


3. Persons/Organizations to Consult 


Who should be consulted in order to effectively study the impact 
of changes in trademark protection for the official insignia of 
Native American tribes? Why? 

Persons interested in commenting on the issues outlined above, 
or any other topics related to the official insignia of Native 
American tribes, should submit their comments in writing to 
the above address. It is emphasized that, right now, the PTO 
is only requesting comments on Questions 1, 2, and 3 above. 
All comments received in response to this notice will become 
part of the public record and will be available for inspection 
and copying at Suite 902Q, Crystal Park 2, 2121 Crystal Drive, 
Arlington, Virginia. 


December 22, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-AB02 


(35) 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of hearings. 


SUMMARY: Public Law 105-330 requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/ 
or State recognized Native American Tribes. This notice invites 
interested members of the public to testify at hearings on any 
of the topics outlined below. 


DATES: Public hearings will be held on the following dates: 
July 8, 1999; July 12, 1999; and July 15, 1999. The July 8, 
1999 hearing will start at 10:00 a.m. and end no later than 5:00 
p.m. The July 12, 1999 and July 15, 1999 hearings will start 
at 9:00 a.m. and end no later than 5:00 p.m. 


Those wishing to present oral testimony at any of the hearings 
must request an opportunity to do so no later than July 2, 1999. 


The transcripts from each public hearing will be available 
for public inspection on or about August 10, 1999. 
ADDRESSES: The July 8, 1999 hearing will be held in the 
“Silver and Turquoise Room” of the Indian Pueblo Cultural 
Center, located at 2401 12th N.W., Albuquerque, New Mexico. 
The July 12, 1999 hearing will be held at the San Francisco 
Public Library, Koret Auditorium, Civic Center, located at 100 
Larkin Street, San Francisco, California. The July 15, 1999 
hearing will be held in the Commissioner’s Conference Room, 
located in Crystal Park Two, Room 912, 2121 Crystal Drive, 
Arlington, Virginia. 


Those interested in testifying on the topics presented below 
in the Supplementary Information section, or on any other 
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related topics, should send their requests to the attention of 
Eleanor K. Meltzer, Attorney-Advisor, Office of Legislative 
and International Affairs, U.S. Patent and Trademark Office, 
2121 Crystal Drive, Suite 902, Arlington, VA 22202. 


Public Law 105-330 may be viewed via the Library of Con- 
gress website at: www.thomas.loc.gov. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer by telephone: 703-306-2960; by e-mail: eleanor.meltz- 
er@uspto.gov; or by facsimile transmission: 703-305-8885. 


SUPPLEMENTARY INFORMATION: 
I. Background 


On October 30, 1998, President Clinton signed Public Law 
105-330. Title III of this law requires the PTO to study how 
official insignia of Native American Tribes may better be pro- 
tected under trademark law. The new law requires that the PTO 
complete the study and submit a report to the chairman of the 
Committee on the Judiciary of the Senate and to the chairman 
of the Committee on the Judiciary of the House of Representa- 
tives not later than September 30, 1999. The final study must 
address a variety of issues, including the impact of any changes 
on the international legal obligations of the United States, the 
definition of “official insignia” of a federally and/or State recog- 
nized Native American Tribe, and the administrative feasibility, 
including the cost, of changing current law or policy in light 
of any recommendations. 


On December 29, 1998, a Federal Register notice was pub- 
lished (63 FR 71619) requesting comments on how best to 
conduct the study, where public hearings should be held, and 
who should be consulted during the study process. A follow- 
up Federal Register notice was published on March 16, 1999 (64 
FR 13004) requesting public comments on the issues identified 
below. 


II. Issues 


The PTO is interested in the public’s views concerning all 
aspects of trademark protection for the official insignia of 
Native American Tribes, including the following issues. These 
issues should form the basis for testimony at the public hearings. 


(1) The Definition of “Official Insignia” 


For example, how should the PTO define “official insignia” 
of a federally or state recognized Native American Tribe? 


(2) Establishing and Maintaining a List of Official Insignia 


For example, how might the PTO establish a list of the official 
insignia of federally and/or state recognized Native American 
Tribes? How might the PTO maintain such a list? 


(3) Impact of Changes In Current Law or Policy 


For example, how might any change in law or policy with 
respect to prohibiting the Federal registration of trademarks 
identical to the official insignia of Native American Tribes, or 
of prohibiting any new use of the official insignia of Native 
American Tribes, affect Native American Tribes? How might 
such changes affect trademark owners? How might such 
changes affect the Patent and Trademark Office? How would 
such changes affect any other interested party? What impact 
might any such changes have on the international legal obliga- 
tions of the United States? 


(4) Impact of Prohibition on Federal Registration and New 
Uses of Official Insignia 


For example, how might prohibiting Federal registration of 
trademarks identical to the official insignia of Native American 
Tribes affect any/all of the above-mentioned entities? How 
might prohibiting any new use of the official insignia of Native 
American Tribes affect any/all of the above-mentioned entities? 
What effect might such prohibitions have on the international 
legal obligations of the United States? What defenses, including 
fair use, might be raised against any claims of infringement? 
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(5) Administrative Feasibility 


For example, what might be the administrative feasibility, 
including the cost, of changing the current law or policy to 
prohibit the registration? What might be the administrative 
feasibility, including the cost, of prohibiting any new uses of 
the official insignia of State or federally recognized Native 
American Tribes? What might be the administrative feasibility, 
including the cost, of otherwise providing additional protection 
to the official insignia of federally and State recognized Native 
American Tribes? 


(6) Timing of Changes in Protection 


For example, should changes in the scope of protection for 
official tribal insignia be offered prospectively? Retrospec- 
tively? What might be the impact of such protection (e.g., the 
cost to business and the public if applied retroactively)? 


(7) Statutory Changes 


What statutory changes might be necessary in order to provide 
such protection? 


(8) Other Relevant Factors 


What other factors, not mentioned above, might be relevant to 
this issue? 


Il. Guidelines for Oral Testimony 


Individuals who wish to testify must adhere to the following 
guidelines, which will ensure that the PTO is able to contact 
speakers regarding any schedule changes: 


1. Anyone wishing to testify at the hearing(s) must request 
an opportunity to do so no later than July 2, 1999. Requests 
to testify may be accepted on the date of each hearing if suffi- 
cient time is available on the schedule. No one will be permitted 
to testify without prior approval. 


2. Requests to testify must include: the speaker’s name, 
affiliation and title, mailing address, and telephone number. 
Facsimile number and Internet mail address, if available, should 
also be provided. Parties may include in their request an indica- 
tion as to whether they wish to testify during the morning or 
afternoon session of the hearing(s). 


3. Depending on the number of persons who wish to make 
presentations, speakers will be given between five and fifteen 
minutes to present their remarks. The exact amount of time 
allocated per speaker will be set after the final number of parties 
testifying has been determined. 


4. Speakers should provide a written copy of their testimony 
for inclusion in the record of the proceedings. 


5. A schedule providing the approximate starting time for 
each speaker will be distributed in the morning of the day 
of each hearing. Speakers are advised that the schedule for 
testimony will be subject to change during the course of the 
hearings. 


Information that is provided pursuant to this notice will be 
made part of a public record and may be available via the 
Internet. In view of this, parties should not submit information 
that they do not wish to be publicly disclosed or made electroni- 
cally accessible. Parties who would like to rely on confidential 
information to illustrate a point are requested to summarize or 
otherwise submit the information in a way that will permit its 
public disclosure. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


May 28, 1999 
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(36) United States Postal Service Interruption and 


Emergency in South Florida 


The United States Postal Service (USPS) has informed the 
Patent and Trademark Office (PTO) that an interruption in its 
service in South Florida was caused by Hurricane Andrew. 
Normal postal delivery and collection operations of the USPS 
were impacted by Hurricane Andrew throughout South Florida 
to varying degrees from Aug. 23, 1992, through Sept. 12, 1992. 
By Sept. 12, 1992, the USPS restored delivery and collection 
operations to all of South Florida with the exception of Home- 
stead. 


The PTO is designating the interruption in the service of the 
USPS in South Florida and the overall destruction caused by 
Hurricane Andrew as a postal service interruption and an emer- 
gency within the meaning of 35 U.S.C. 21(a). Any request to 
accept a paper or fee delayed by the Hurricane Andrew emer- 
gency should be directed to Jeffrey V. Nase, Director, Office 
of Petitions, (703) 305-9285, PK2-913, for patent-related mat- 
ters and to Lynne G. Beresford, Trademark Legal Adminis- 
trator, (703) 305-9464, Pk2-910, for trademark-related matters. 


DOUGLAS B. COMER 
Acting Assistant Secretary and Acting 
Commissioner of Patents and Trademarks 


Oct. 7, 1992 
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UNITED STATES POSTAL SERVICE 
INTERRUPTION and EMERGENCY 
IN LOS ANGELES 


(37) 


The January 17, 1994, Los Angeles earthquake has caused 
a service interruption in United States Postal Service (USPS) 
in the greater Los Angeles area. Normal postal delivery and 


collection operations of the USPS were impacted by the earth- 
quake throughout the greater Los Angeles area to varying 
degrees from January 17, 1994, through January 21, 1994. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the greater Los 
Angeles area and the overall destruction caused by the earth- 
quake as a postal service interruption and an emergency within 
the meaning of 35 U.S.C. 21(a). Any request to accept a paper 
or fee delayed by this emergency should be directed to Jeffrey 
V. Nase, Director, Office of Petitions, (703) 305-9285, PK3- 
704, for patent-related matters, and to Lynne G. Beresford, 
Trademark Legal Administrator, (703) 305-9464, PK2-910, for 
trademark-related matters. 


February 9, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 
[1160 OG 39] 


(38) United States Postal Service Interruption and 


Emergency in the State of California 


A service interruption in United States Postal Service (USPS) 
in the state of California occurred on June 29, 1999, due to 
the action the UNABOM Bomber. The USPS will maintain 
heightened security procedures for mail originating in the State 
of California. These procedures will be in effect until further 
notice and are as follows: 


Mail destined for California is not affected by these proce- 
dures. 


For Express Mail, Priority Mail, First-Class Mail, interna- 
tional air mail and military mail items weighing less than 12 
ounces, normal collection, distribution, and transportation will 
remain in effect. 


Mail weighing 12 ounces or more which has been placed 
into California collection boxes will be returned to the sender. 
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Postal Service window clerks will not accept Express Mail, 
Priority Mail, First-Class Mail, international air mail or military 
mail weighing 12 ounces or more. 


Postal Service marketing and sales managers will work with 
known shippers to accept mail pieces weighing 12 ounces or 
more, but this mail will not be transported on scheduled pas- 
senger airlines. 


Parcel post and international surface mail originating Cali- 
fornia are not affected by these procedures. 


The Patent and Trademark Office (PTO) is designating the 
interruption in the service of the USPS in the state of California 
caused by the UNABOM bomber as a postal service interruption 
and an emergency within the meaning of 35 U.S.C. 21(a). Any 
request to accept a paper or fee delayed by this emergency 
should be directed to Jeffrey V. Nase, Patent Legal Adminis- 
trator, (703) 305-9285, PK1-520, for patent-related matters, 
and to Lynne G. Boresford, Trademark Legal Administrator, 
(703) 308-8900, 10B10 ST, for trademark-related matters. 


June 30, 1995 L. J. GOFFNEY for 
BRUCE A. LEHMAN 

Assistant Secretary of Commerce and 

Commissioner of Patents and Trademarks 
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United States Postal Service Emergency 
in the State of California Terminated 


(39) 


The service interruption in United States Postal Service 
(USPS) in the State of California that occurred on June 29, 
1995, due to the action of the UNABOM bomber, caused 
the USPS to maintain heightened security procedures for mail 
originating in the State of California. Currently there are no 
extraordinary restrictions being placed on Express Mail origi- 
nating in the State of California. Therefore, the Patent and 
Trademark Office (PTO) is terminating the postal service inter- 
ruption and emergency declared in the Official Gazette Notice 
entitled “United States Postal Service Interruption and Emer- 
gency in the State of California”, 1176 Off: Gaz. Pat. Office 
74 (July 18, 1995). Any questions regarding this Notice should 
be directed to Jeffrey V. Nase, Patent Legal Administrator, 
(703) 305-9285, PK1-520, for patent-related matters, and to 
Lynne G. Beresford, Trademark Legal Administrator, (703) 
308-8900, 10B10 ST, for trademark-related matters. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 4, 1996 


{1188 OG 15] 


(40) United States Postal Service Non-Delivery of Mail 


This notice is to advise the public of a mail disruption which 
occurred for correspondence mailed in late July 1996, directed 
to the Patent and Trademark Office (PTO) Zip Code 20231. 
As a result of a United States Postal Service (USPS) error, 
some mail directed to Zip Code 20231 was returned to the 
sender as “undeliverable.” The USPS has now corrected the 
problem and mail directed to Zip Code 20231 is presently being 
delivered as usual. This disruption did not affect mail addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, VA 22202-3513. 

The PTO has been advised by the USPS that any mail 
returned as a result of this particular USPS error will be accepted 
by the USPS if resubmitted at a service window in the same 
envelope. No additional postage will be required. It is suggested 
that the USPS employee at the service window be consulted 
about crossing out any “undeliverable” notation on the enve- 
lope. Any problems associated with the resubmission should 
be immediately called to the attention of the USPS, particularly, 
Ms. Cynthia McMullen at (202) 636-1278/1279 or by way of 
the Internet at cmcmull2 @email.usps.gov. 





Marcu 21, 2000 


1. Papers Filed Pursuant To 37 CFR 1.8 


Any correspondence mailed by first class mail with a certifi- 
cate of mailing thereon in compliance with 37 CFR 1.8 which 
was returned to the sender as a result of this particular USPS 
error and which is either resubmitted to the USPS for delivery 
or delivered to the PTO by private courier will be stamped 
by the PTO with the actua! date of receipt in the PTO. The 
correspondence will, however, be accorded the benefit of any 
certificate of mailing under 37 CFR 1.8. 


2. Papers Filed Pursuant To 37 CFR 1.10 


Any correspondence mailed by “Express Mail” with the 
“Express Mail” label number placed thereon in accordance with 
37 CFR 1.10 which was returned to the sender as a result of 
this particular USPS error and which is either resubmitted to 
the USPS for delivery or delivered to the PTO by private courier 
will be stamped with the original date of deposit as “Express 
Mail” with the USPS or the next business day, if the date of 
deposit is a Saturday, Sunday, or Federal holiday within the 
District of Columbia. 37 CFR 1.6(a)(2). The correspondence 
must be received by the PTO in the original “Express Mail” 
envelope or be accompanied by either the original “Express 
Mail” label or a legible copy thereof. 


3. Paper Not Filed Pursuant To 37 CFR 1.8 or 1.10 


Section 21(a) of title 3:5, United States Code, provides that 
[t]he Commissioner may by rule prescribe that any paper or 
fee required to be filed in the Patent and Trademark Office 
will be considered filed in the Office on the date on which it 
was deposited with the United States Postal Service ... ” 

Therefore, in order to minimize the impact of this particular 
USPS error, any correspondence deposited with the USPS 
which was returned as a result of the error and which was 


originally mailed by first class mail without a certificate of 


mailing under . . . 37 CFR 1.8 or by “Express Mail” without 
the “Express Mail” label number placed on the correspondence 
will be stamped by the PTO with the original postmark date, 
rather than the date of receipt in the PTO, or the next business 
day, if the original postmark date is a Saturday, Sunday, or 
Federal holiday within the District of Columbia. 

In order to take advantage of this temporary practice, any 
patent or trademark correspondence affected by this disruption 
must be promptly resubmitted to the PTO in a new envelope 
addressed to the 


Assistant Commissioner for Patents 
Box Postal Disruption 
Washington, DC 20231 


Such correspondence must be accompanied by the original 
mailing envelope or a copy thereof showing the original post- 
mark date and by a certificate demonstrating the original 
mailing date. Applicant should retain a copy of the original 
mailing envelope in his or her file in case a question is later 
raised concerning the original date of mailing. 


A suggested certificate is as follows: 


The undersigned certifies that the attached correspondence 
was deposited as first class mail/“Express Mail” with the 
U.S. Postal Service with sufficient postage addressed to 
the PTO at Washington, DC 20231 on __________ and 
was returned as a result of a Postal Service error. 


Accordingly, it is requested that the filing date 
of ________ be accorded the correspondence. 


(Printed Name) 
(Signed) 
(Date) 


Papers which were returned to the sender and forwarded to 
the PTO prior to this notice or papers promptly returned to the 
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PTO in the original envelope after this notice will be given 
the postmark date to the extent possible. 

Any review of these matters would be by way of petition 
(no petition fee required) providing whatever arguments and 
evidence petitioner has that the application/correspondence is 
entitled to a different filing date. 

Questions concerning this notice should be directed to John 
F. Gonzales, Senior Legal Advisor, (703) 305-9285. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commmsioner of Patents and Trademarks 


August 9, 1996 


{1189 OG 92] 


Rules Concerning Conduct on Patent 
and Trademark Premises 


(41) 


1. Applicability 


These rules apply to all premises under the charge and control 
of the U.S. Patent and Trademark Office (PTO) through the 
General Services Administration and to all persons entering 
such premises. 


2. Admission to Property 


Patent and Trademark Office facilities are closed to the public 
outside of normal working hours. During normal working hours, 
a valid User Pass is required to enter PTO premises. 


The individual’s User Pass must be displayed at all times 
while on PTO premises. 


3. Preservation of Property/Conduct on PTO Premises 
The following activities are prohibited on PTO premises: 


a. Improperly disposing of rubbish; willfully destroying or 
damaging property; theft of property; creating a hazard to per- 
sons or things; and placing Government documents or materials 
in storage lockers. 

b. The willfull and unlawfull concealment, removal, mutila- 
tion, obliteration or destruction, or attempts to do so, or, with 
intent to do so, or taking and carrying away of any record, 
book, paper, document, or other things from the facilities shall 
result in a fine of not more than $2,000 or imprisonment of 
not more than 3 years, or both. See 18 U.S.C. § 2071. 

c. Removal of papers, materials, or other Government prop- 
erty from designated areas. Within a designated area, papers 
or other Government property must be returned to its proper 
location after use, unless otherwise posted. 

d. Using PTO premises and facilities as a place of business. 
It is prohibited to reserve work areas, use PTO as a mailing 
address, use PTO stationery, or a PTO telephone number as a 
personal telephone number. 


4. Inspection 


Packages, briefcases, storage lockers and other containers in 
the possession of visitors, employees, or other persons arriving 
at, working at, visiting, or departing from the PTO are subject 
to inspection. See 41 CFR § 101-20.301. 


5. Disturbances 


Disorderly conduct or other conduct which creates a loud 
or unusual noise or a nuisance which impedes or disrupts the 
performance of official duties by Government employees or 
which prevents the public from obtaining the administrative 
services provided on the property in a timely manner is prohib- 
ited. See 41 CFR § 101-20.305S. 


6. Conformity with signs and directions 


~, 
Persons on the PTO premises shall at all times comply with 

the officical signs of a prohibitory, regulatory or directory 

nature and with the lawful direction of PTO employees. 
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No rude or abusive conduct to PTO employees and fellow 
users. 


No food or beverages are permitted. 
No smoking except in designated areas. 


No mechanical or electronic equipment such as radios, televi- 
sions, typewriters, computers, or photographic equipment may 
be used without prior permission from the Assistant Commis- 
sioner for Administration. 


No use of PTO telephone and office equipment, except as 
specifically designated for public use. 


7. Penalties and other laws. 


Nothing in these rules shall be construed to abrogate any 
other Federal laws or regulations or any State and local laws 
and regulations applicable to any area in which property under 
the charge and control of the PTO through the U.S. General 
Services Administration is situated. See 40 U.S.C. §§ 318(c) 
and 486(c). 

41 CFR § 101-20.315 provides that whoever is found guilty 
of violating the rules of conduct on Federal property contained 
in 41 CFR § 101-20.3 while on any property under the charge 
and control of the U.S. General Services Administration is 
subject to a fine of not more than $50, imprisonment of not 
more than 30 days, or both. See 40 U.S.C. § 318c. 


Failure to follow these rules may result in immediate 
removal from the premises, suspension of user privileges, 
and/or enforcement of any criminal sanctions that may 


apply. 


Aug. 30, 1991 THERSA A. BRELSFORD 
Assistant Commissioner for 


Administration 


[1131 OG 7] 


(42) PSIRF Hours Changing 

Beginning November 15, 1999, the Public Patent Search and 
Image Retrieval Facility (PSIRF) will close at 5 PM daily. 
Hours of operation will then be 8 AM to 5 PM Monday through 
Friday. Equivalent patent automated search is available in the 
Public Patent Search Room (PSR) in Crystal Plaza 3 lobby 
from 8 AM to 8 PM. The number of workstations in the PSR 
has been substantially increased and will accommodate 
expected user needs. 


[1229 OG 13] 


Public User Identification Passes 
USPTO Public Search Facilities 


(43) 


The USPTO Public Search Services Division, responsible 
for the public search facilities in the Patent Search Room and 
the Trademark Search Library, is installing the new User Identi- 
fication Pass system announced in the Official Gazette dated 
January 6, 1998. This system will replace the current passes 
used in the facilities with a new user number and a laminated 
identification badge. Later reissues of the badge are expected 
to add a photo of the user. Badges will be reissued every 
January upon validating and updating identification informa- 
tion. Information will be digitally stored so that validation and 
reissue will be speedy. There is a $15 fee for replacement of 
lost or forgotten badges; first issue and annual reissues are 
without fee. Badges must be visible at all times within the 
Patent Office building complex. The new user numbers will 
be used by the File Information Unit for public users requesting 
and checking out files. 


Patrons using the Patent and Trademark Public Search Facili- 
ties as well as office areas must obtain a new badge before 
entering the Patent and Trademark Office complex. The process 
takes five to ten minutes for a first time issue. Effective immedi- 
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ately, equipment is available to issue the new badges for both 
patent and trademark public users at the Patent Search Room 
Reception Desk in Crystal Plaza 3, Lobby. The Patent Search 
Room is open Monday through Friday from 8 AM to 8 PM. 
The new User Passes will be required after August 15, 1998; 
old passes will not be valid after this date. 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


August 3, 1998 


[1214 OG 10] 


(44) Filing of a Notice of Appeal to the Court of 
Appeals for the Federal Circuit in the Patent 


And Trademark Office 


This notice supersedes a notice entitled Filing of a Notice 
of Appeal to the Federal Circuit and Service of Court Papers 
on the Commissioner of Patents and Trademarks published at 
1079 Off. Gaz. Office 72 (June 30, 1987). 

A notice of appeal to the Court of Appeals for the Federal 
Circuit may be filed in the Patent and Trademark Office in 
any one of the following ways: 


A. By first-class mail addressed as follows, in which case the 
notice of appeal must actually reach the Patent and Trademark 
Office by the due date: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


B. By “Express Mail” (U.S. Postal Service only) under 37 
CFR § 1.10 addressed as follows, in which case the notice 
of appeal is deemed filed on the date of the Express Mail 
certificate: 

Box 8 

Commissioner of Patents and Trademarks 

Washington, D.C. 20231 

Attention: Office of the Solicitor 


C. By hand (on or before the due date) to the Office of the 
Solicitor. The Office of the Solicitor is located at: 

Crystal Park II 

Suite 918 

2121 Crystal Drive 

Arlington, Va. 


D. By facsimile transmission to the Office of the Solicitor. 
The telephone number for accessing the Office of the Solicitor 
facsimile machine is (703) 557-9373. A notice of appeal will 
be deemed timely filed on the date the facsimile transmission 
is received by the Office of the Solicitor, provided an original 
notice of appeal is subsequently received in either of the fol- 
lowing ways: 


(1) An original, signed copy of the notice of appeal is actually 
received in the Office of the Solicitor within five calendar days 
of the facsimile transmission; or, 

(2) An original, signed copy of the notice of appeal is mailed 
by “Express Mail” (U.S. Postal Service only) under 37 CFR 
§ 1.10 on the day of the facsimile transmission. 


The facsimile machine for receiving a notice of appeal is 
located in the Office of the Solicitor and is staffed during the 
business hours of 8:30 a.m. to 5:00 p.m., Monday through 
Friday, excluding holidays. Due to possible equipment failure 
or maintenance requirements, precautions must be taken when 
relying on the availability of this service near the end of the 
time for filing a notice of appeal. 


FRED E. McKELVEY 
Solicitor 


Mar. 22, 1990 


{1113 OG 27] 
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(45) Service of Court Papers on the Commissioner 
of Patents and Trademarks 


Court papers other than a notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit may be served on the Com- 
missioner in either of the following ways: 


A. By hand between 8:30 a.m. and 5:00 p.m. at the Office 
of the Solicitor, located in Crystal Park II, Suite 918, 2121 
Crystal Drive, Arlington, Va. 


B. By mail in an envelope addressed as follows: 
Office of the Solicitor 

P.O. Box 15667 

Arlington, Va. 22215 


While the above mail service address may be supplemented 
to include the name of the particular attorney assigned to the 
court case, it must not be supplemented to refer to either the 
Commissioner of Patents and Trademarks or the U.S. Patent 
and Trademark Office (PTO). 

Court papers mailed to an address other than the above mail 
service address and court papers delivered by hand are deemed 
to have been served on the Commissioner when actually 
received in the Office of the Solicitor. 

Papers which are not court papers and are intended to be 
filed in the PTO in connection with an application or other 
proceeding pending in the Office shall not be mailed to the 
Solicitor’s mail service address. Any such papers which are 
mailed to the Solicitor’s mail service address will not be consid- 
ered to have been filed in the PTO. Instead, all such papers 
will be returned. No exceptions will be made to this policy. 


FRED E. McKELVEY 
Solicitor 


Mar. 22, 1990 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice regarding assignments in patent 
and trademark cases to improve and clarify the rules, to codify 
changes in practice and to consolidate the rules. The Office 
has combined the assignment rules currently in Parts | and 2 
into a new Part 3 directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable 
to all documents filed with the Office on or after the effective 
date. 

For Further Information Contact: Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register on May 10, 1991 at 
56 FR 21641 and in the Patent and Trademark Office “Official 
Gazette” of June 4, 1991 at 1127 O.G. 8-16, the Office proposed 
to amend the rules of practice in patent and trademark cases 
to revise, simplify, remove, or clarify existing assignment rules 
or to codify certain practices currently in effect. Changes were 
proposed for rules relating to the documents that will be 
recorded, to the requirements for recording a document, to the 
effect of recording, to new cover sheet requirements, to the 
appointment of domestic representatives; and to prosecution 
by assignees and issuance to assignees. While the existing rules 
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do not require a cover sheet to accompany each document 
submitted for recording, typically a cover letter is submitted 
to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent 
that most documents now submitted for recordation are accom- 
panied by a cover letter which contains the suggested data. 
Documents submitted with these cover letters have enabled the 
Office to greatly improve the quality and efficiency of the 
recording process. To better ensure that the correct data is 
captured in recordation and recorded promptly, the Office is 
making a cover sheet mandatory. The cover sheet will contain 
all the information necessary for the Assignment Branch to 
properly and promptly process the document. 

Written comments were submitted by 12 firms, 2 individuals, 
4 corporationsand | organization. No one testified at the oral 
hearing held on July 17, 1991. 

The following includes a brief discussion of the rules being 

changed and the reasons for those changes, a detailed section- 
by-section analysis of the final rules, and an analysis of the 
comments received in response to the notice of proposed rulem- 
aking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts 1 and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. 
Table 1 is provided to assist readers in correlating previous 
rules with the new rules. 


TABLE 1 


Old Section New Section 
3.71 & 3.73 
3.11 

3.26 

3.21 

3.51 

3.56 

3.81 

3.11 

3.31 

3.26 

3.41 

3.61 

3.31(b) 

3.51 

3.71 & 3.73 
3.85 


2.185(a) 
2.185(a)(1) 
2.185(a)(2) 
2.185(a)(3) 
2.185(a)(4) 
2.185(b) 
2.185(C) 
2.186 
2.187 


Consideration was given to moving § 1.12 (Assignment 
records open to public inspection.) to Part 3. However, since 
this section primarily relates to records maintained by the Office 
and procedures for accessing those records, and no comments 
were received regarding the placement of § 1.12, this section 
remains under the general heading “Records and Files” of the 
Patent and Trademark Office. 

Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent 
records were transferred to the National Archives and Records 
Administration (NARA) during 1990. All assignments recorded 
on or after January 1, 1955, for trademarks and May 1, 1957, 
for patents continue to be maintained by the Office. The pre- 
1955/1957 records have been transferred to NARA to allow 
for greater accessibility to the public, improvement of file 
integrity for the older records, and preservation of these mate- 
rials. The pre-1955/1957 assignment cards, digest books, and 
libers were stored in four locations: the Assignment Search 
Room (ASR) at the Office, the Federal Records Center in 
Suitland, Maryland, the National Archives in downtown Wash- 
ington, D.C., and the National Archives location in Alexandria, 
Virginia. Storage of information in these various locations made 
searching of old assignment records difficult. The materials 
located at the Federal Records Center could be ordered from 
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the ASR. However, many times it took months to receive the 
materials. 

All assignment records from 1837 to December 31, 1954, 
for trademarks and from 1837 to April 30, 1957, for patents 
are now maintained and are open for public inspection in the 
National Archives Research Room located at the Washington 
National Records Center Building, 4205 Suitland Road, Suit- 
land, Maryland 20746. Assignments recorded before 1837 are- 
maintained at the National Archives and _ Records 
Administration, 841 South Pickett Street, Alexandria, Virginia 
22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 
1.19 and 2.6. Requests for copies and certified copies of the pre- 
1955 records for trademarks and pre-1957 records for patents 
should be directed to NARA since those records are not main- 
tained by the Office. Since these records are maintained by 
NARA, it is more expeditious to request copies directly from 
NARA, rather than the Office, which would then have to route 
the requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge 
will be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identi- 
fied. 

Sections 1.17 and 1.46 are amended to make reference to § 
3.81, which replaces § 1.334, and delete reference to § 1.334. 
The amount of the fee for recording a document is not affected 
by this rule change. 

Section 1.104(e) is amended to make reference to Part 3, 
which replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in 
Part 3. Terms which are defined include “application,” “assign- 
ment,” “document,” “Office” (meaning Patent and Trademark 
Office), “recorded document,” and “registration.” Definitions 
are provided to make clear the intended meanings of the terms 
used in Part 3. These definitions are intended to be applicable 
only to Part 3. For example, the term “application” is defined, 
for the purpose of Part 3, to mean a national application for 
patent, an international application for patent that designates 
the United States of America, or an application to register a 
trademark, unless otherwise indicated. 

Section 3.11 replaces and modifies the practice set forth in§ 
1.331(a) and 2.185(a), which specify the documents the Office 
will record. This section specifies that assignments of patents 
and registrations will be recorded, as well as other documents 
which affect title to applications, registrations and patents. Sec- 
tion 3.11 requires that a completed cover sheet as specified in 
§§ 3.28 and 3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out 
in 15 U.S.C. § 1060 proscribing the assignment of an intent- 
to-use trademark application prior to the filing of a statement 
of use, except as a part of the sale of an on-going business. 
Because the rules in Part 3 are intended to address all rules 
relating to assignments, it is appropriate to refer to the statutory 
requirements of an assignment of an intent-to-use trademark 
application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for 
recording. An assignment relating to a patent must identify the 
patent by number. The name of the inventor, the issue date, 
and title of the invention as stated in the patent may also be 
given in the assignment to provide additional information on 
the patent being assigned. An assignment relating to a national 
patent application must identify the national patent application 
by application number (consisting of the series code and the 
serial number, e.g., 07/123,456) or serial number and filing 
date. An assignment relating to an international patent applica- 
tion which designates the United States of America must iden- 
tify the international application number (e.g., PCT/US90/ 
01234). The name of the inventor, date of filing, and title of 
the invention as stated in the patent application may also be 
given in the assignment. If an assignment is executed concur- 
rently with, or subsequent to, the execution of the patent applica- 
tion, but before the patent application is filed, it must identify 
the patent application by its date of execution, name of each 
inventor, and title of the invention so that there can be no 
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mistake as to the patent application intended. Assignments 
submitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document require- 
ments to facilitate and expedite the recording process. This 
section requires that documents, either the original or a true 
copy of the original, submitted for recording be legible, using 
only one side of each page. The paper used should be flexible, 
white, durable, and preferably no larger than 21.6 x 33.1 cm. 
(8 x 14 inches), with a 2.5 cm. (one-inch) margin on all sides. 
Documents submitted in this form are camera-ready and can be 
recorded expeditiously with little additional handling required. 
Documents that fail to meet the legibility and single-sided paper 
requirements of this section will be returned as set forth in 
SK. 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will 
accept and record non-English documents provided they are 
accompanied by a verified English translation signed by the 
translator. Documents submitted that fail to meet the require- 
ments of this section will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted 
for recording should be addressed to the Office. To ensure 
prompt and proper processing, documents and their cover sheets 
should be addressed to the Commissioner of Patents and Trade- 
marks, Box Assignments, Washington, D.C. 20231, unless they 
are filed together with new applications or with a petition under 
§ 3.81(b). Petitions under § 3.81(b) should be addressed to the 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. New applications and other petitions should 
be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompa- 
nied by at least one coversheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. 
Only one set of documents and cover sheets to be recorded 
should be filed. If a document to be recorded includes interests 
in, or transactions involving, both patents and trademarks, sepa- 
rate patent and trademark coversheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
bereturned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the previous rules did not require a cover 
sheet to accompany each document submitted for recording, 
typically a cover letter is submitted to ensure proper processing 
of the document. The Office is making a cover sheet mandatory 
in order to betterensure prompt and proper processing of all 
documents submitted for recording. The cover sheet contains 
all the information necessary for the Office toprocess the docu- 
ment. 

Section 3.31 is added to set out the formal requirements 
of the cover sheet. Section 3.31 requires that each patent or 
trademark cover sheet must contain (1) the name of the party 
conveying the interest; (2) the name and address of the party 
receiving the interest; (3) a brief description of the interest 
conveyed or transaction to be recorded (e.g., assignment, 
license, change of name, merger, security agreement, etc.); (4) 
each application number, patent number or registration number 
against which the document is to be recorded, or an indication 
that the document is filed together with a patent application; 
(5) the name and address of the party to whom correspondence 
concerning the document to be recorded should be mailed; (6) 
the number of applications, patents or registrations identified 
in the cover sheet and the total fee; (7) the date the document 
was executed; (8) an indication that the assignee of a trademark 
application or registration who is not domiciled in the United 
States has designated a domestic representative; (9) a statement 
by the party submitting the document that to the best of the 
person’s knowledge and belief, the information contained on 
the cover sheet is true and correct, and (10) the signature of 
the party submitting the document. The term “party” as used 
in this rule means the person whose name appears on the 
documents to be recorded, that person’s attorney or registered 
agent, or a corporate officer where a corporation’s name appears 
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on the document. Sample cover sheets for patent documents 
and for trademark documents are shown in Appendices A and 
B. 

Section 3.34 is added to set out the procedure to correct 
obvious errors in a recorded cover sheet. This section requires 
that if a recorded cover sheet contains an error that is apparent 
when the cover sheet is compared with the recorded document, 
the error will be corrected only if a corrected cover sheet 
is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy 
of the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied 
by the appropriate fee. A fee is charged for each application, 
patent and registration identified in the cover sheet. The 
recording fee for patents and patent applications is specified 
in § 1.21(h). The recording fee for trademark registrations and 
applications is specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 
and 2.185(c). Section 3.51 sets the date of recording of a 
document as the date the document meeting the requirements 
for recording set forth in this Part is filed in the Office. A 
document which does not comply with the identification 
requirements of § 3.21 will not be recorded. For documents 
not accepted for recording, parties can petition under 37 CFR 
§§ 1.181 and 2.146(a). Other documents not meeting the 
requirements for recording, for example, a document submitted 
without a completed cover sheet, without the required fee, or 
without any required translation, will be returned for correction 
to the sender when a return address is available. The returned 
papers, stamped with the official date of receipt in the Office, 
will be accompanied by a letter indicating that if the returned 
Papers are corrected and resubmitted to the Office within time 
specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 
or § 1.10 for resubmissions of returned papers if they desire 
to have the benefit of the date of deposit in the United States 
Postal Service. If the returned papers are not corrected and 
resubmitted within the specified period, the date of filing of the 
corrected papers will be considered to be the date of recording of 
the papers. Extensions of time will not be available to extend 
the specified period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document 
is not a determination by the Office of the validity of the 
document or the effect that document has on the title to an 
application, a patent, or a registration. The Office will deter- 
mine, when necessary, what effect a document has, including 
whether a party has the authority to take an action in a matter 
pending before the Office. Examples of when the Office will 
need to determine whether a party has the authority to take 
an action in a matter pending before the Office include: (1) 
prosecution by the assignee as in § 3.71; (2) consent of an 
assignee to the filing of a reissue application as provided in § 
1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of 
its execution is conditional on a given act or event, will be 
treated by the Office as an absolute assignment. This section 
serves as notification as to how a conditional assignment will 
be treated by the Office in any proceeding requiring a determi- 
nation of the owner of an application, patent or registration. 
Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event 
has occurred. 

Section 3.61 replaces and modifies the practice of § 
2.185(a)(4). Section 3.61 sets forth that an assignee of a trade- 
mark application or registration not domiciled in the United 
States must designate a domestic representative in writing to 
the Office. Assignees of patent applications or patents may 
designate domestic representatives if the assignee is not residing 
in the United States. 35 U.S.C. § 293. The designation is 
required to state the name and address of a person residing 
within the United States on whom may be served process 
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or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 
and 2.186. Section 3.71 sets forth that the assignee of record 
of the entire right, title and interest in an application for patent 
is entitled to conduct the prosecution of the patent application 
to the exclusion of the named inventor. Similarly, the assignee 
of an application for registration is entitled to conduct the prose- 
cution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the orig- 
inal owner of a patent application and any patent that may 
issue therefrom, unless there is an assignment. The original 
applicant is presumed to be the original owner of a trademark 
application and any registration that may issue therefrom, unless 
there is an assignment. Any action before the Office with respect 
to an assigned patent application, patent, or reexamination may 
be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded 
in the Office. Additionally, when a patent assignee is not repre- 
sented by an attorney or registered agent, a statement signed 
by the assignee must also be submitted stating the evidence 
has been reviewed and certifying that, to the best of the party’s 
knowledge and belief, title is in the party seeking to take the 
action. Documents submitted to establish ownership may be 
required to be recorded in the Office as a condition to permitting 
the requesting party to take action in a matter pending before 
the Office. Any action before the Office with respect to an 
assigned trademark registration, application or post-registration 
matter, may be taken by the assignee provided ownership is 
established to the satisfaction of the Commissioner by recording 
an assignment to the assignee or by submitting other proof of 
the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent 
to an assignee. If an assignment of the entire right, title, and 
interest is recorded before the issue fee is paid for a patent 
application, the patent may issue in the name of the assignee. 
If the assignee holds an undivided part interest, the patent may 
issue jointly to the inventor and the assignee. At the time the 
issue fee is paid, the name of the assignee must be provided 
if the patent is to issue solely or jointly to that assignee. If the 
assignment is submitted for recording after the date of payment 
of the issue fee, but prior to issuance of the patent, the assignee 
may petition that the patent issue to the assignee. Any such 
petition must be accompanied by the fee set forth in § 1.17(i)(1). 

Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registra- 
tion to an assignee. The certificate of registration may be issued 
to the assignee of the applicant, or in a new name of the 
applicant, provided that the party files a written request in the 
trademark application record by the time the application is 
being prepared for issuance of the certificate of registration, 
and an appropriate document is recorded in the Office. If the 
assignment or name change document has not been recorded 
in the Office, then the written request must state that the docu- 
ment has been filed for recordation. The address of the assignee 
must be made of record in the trademark application file. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “Office” or “PTO”. 

Comment: Two comments were received addressed to the 
overall rule package. One comment expressed concern over 
the potential confusion of instituting a new Part 3. It was 
suggested that Parts | and 2 be amended to contain the necessary 
changes. Another comment was concerned that the rules and 
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specifically the new cover sheet requirement would impede 
promptness and accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation 
process and improve the integrity of the records maintained by 
the PTO. Further, the PTO believes that a new Part 3, containing 
all rules relating to assignments, will be beneficial to the 
majority of patent and trademark system users. 

Comment: Section 3.1 was proposed to define “application” 
as an application for patent or an application to register a 
trademark. One comment questioned whether international 
applications filed under the Patent Cooperation Treaty were 
included in the definition of the word “application.” 

Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registra- 
tion.” The comments suggested that because Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, speaks in terms of a “regis- 
tered mark” or a “mark for which application to register has 
been filed,” which was reflected in previous trademark rule 
2.186, the different terminology may be construed to permit 
assignment of a trademark without assignment of the underlying 
goodwill. 

Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applica- 
tions that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of 
a trademark assignment, the Office adopted the suggestion to 
reflect Section 10 of the Trademark Act and to refer to a 
“registered mark” or a “mark for which application to register 
has been filed” in its definition of assignment. 

Comment: As proposed, § 3.16 provides that an application 
to register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to 
an ongoing business of the original applicant. One comment 
suggested § 3.16 be further amended to correct a legislative 
oversight and permit assignment of the application after an 
amendment to allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on- 
going business before an amendment to allege use has been 
filed would make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid owner- 
ship might arise in a variety of circumstances. For the PTO to 
define what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow 
the filing of a patent assignment after filing an application for 
patent but before knowing the application number by allowing 
identification by the execution date, inventors and title of the 
invention instead of the application number. 

Another comment suggested that assignments relating to 
trademark applications and registrations should also be required 
to have the identifying serial and registration numbers within 
the body of the assignment document. 

One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assign- 
ment document allows for greater efficiency and accuracy in 
recording assignments. However, unlike patents, trademarks 
can have an indefinite life. Assignments may be recorded years 
after an assignment has occurred to clear up the chain of title. 
It may not be possible to execute a new assignment to include 
identifying numbers in the document years later. Accordingly, 
it is preferable for the PTO to be more flexible in recording 
trademark assignments which may contain the identifying 
number in the cover sheet rather than in the document itself. 
Because of the nature of a patent, less flexibility is permitted. 
Patent rights, unlike trademark rights, do not exist apart from 
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the issued patent. Accordingly, when an interest in a patent 
is transferred, the patent identifying number must be in the 
assignment document. This requirement only applies to assign- 
ments, not to documents other than assignments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon 
as possible. It is suggested, however, that assignment docu- 
ments may be written to allow entry of the identifying number 
after the execution of the assignment. An example of acceptable 
wording is: “I hereby authorize and request my attorney, (Insert 
name), of (Insert address), to insert here in parentheses (Appli- 
cation number. , filed) the filing date and application 
number of said application when known.” 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and 
the cover sheet. Three comments stated that the one-side only 
requirement was unreasonable in light of PTO’s issuance of 
two-sided patent and trademark copies and of the practices of 
other governments and corporations over which the submitter 
would have no control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements 
should only pertain to documents prepared and executed by 
parties who wish to convey title. 

Two comments questioned whether the PTO would permit 
the filing of copies or true copies in lieu of the original docu- 
ments for recording. 

Response: The formal requirements set out in § 3.24 are 
related to PTO’s ability to capture on film papers filed with 
the PTO. The requirements are not related to the other printing 
or photocopying services PTO provides. Micrographics repro- 
duction requires that only one side of each page be used for 
efficiency. If the original document is two-sided or the wrong 
size, the practitioner can comply with this requirement by pro- 
viding a true copy of the original document using only one 
side of each page on the correct size paper. The language in 
§ 3.24 has been changed to clarify that true copies or originals 
are acceptable. Further, the language describing the type of 
paper to be used has been changed to be consistent with the 
drawing requirement rules. 

Comment: Section 3.28, as proposed, provides that all 
requests to record a document must be accompanied by the 
document to be recorded and at least one cover sheet. One 
comment expressed confusion over whether the document must 
be accompanied by a cover letter as well as a request for 
recording. One comment stated the requirement for a cover 
sheet did not help the PTO with the documents which are filed 
with applications and the commenter did not see the need 
for an additional paper included among the papers for a new 
application. 

Response: The first sentence has been rewritten to clarify 
that only the document and a cover sheet(s) must be submitted. 
A separate request for recording is not required or needed. 
Because the cover sheet provides all pertinent information in 
one place, it will greatly assist the processing of assignments 
by the PTO. For those applications which are filed with an 
assignment, the additional cover sheet required for the assign- 
ment aids the processing of the assignment. 

Comment: Numerous comments were received on the pro- 
posed cover sheet requirements of § 3.31. One comment ques- 
tions whether the form or the contents of the form are being 
required and cautioned that the cover sheet should not become 
a technical obstacle to recordation. 

Two comments claimed the cover sheet requirement would 
be burdensome and the documents recorded should speak for 
themselves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is 
and may be misleading while the second comment or was 
concerned practitioners would be subject to malpractice claims 
and be made parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address 
was burdensome and excessive. Three comments questioned 
the lack of consistency between proposed subsections (a) and 
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(b) of § 3.31 which requires only the name of the conveyor 
but both the name and address of the receiver. 

Two comments stated that the language of the rule was 
unclear as to whether the list of properties within the assignment 
document should be retyped on the cover sheet, which would 
be burdensome and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution 
date of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effec- 
tive date would be more accurate and another suggested the 
document should speak for itself. One additional comment 
stated that a nunc pro tunc assignment of the substantive rights 
of an assignee or assignor may be unduly affected by the 
requirement for recitation of the execution date. 

Nine comments were received objecting to the language of 
the proposed verification. Some comments recommended that 
the verification statement be deleted. Other comments recom- 
mended that the verification statement be based on “information 
and belief.” The comments indicated (1) practitioners did not 
want to be held responsible for the information entered on the 
cover sheet, (2) there was no purpose served by signing the 
cover sheet because the documents should speak for themselves 
and (3) under 37 C.F.R. § 10.18, a registered practitioner’s 
signature indicates that the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received 
on the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to 
provide a synopsis of the vital information contained in a 
recorded document. The cover sheet form itself is not required, 
only the information outlined in § 3.31 is required. Use of the 
sample cover sheet formats appearing as Appendices A and B 
to the rule package is encouraged. The Office will make paper 
copies of the sample cover sheets available for customer use. 
Persons wishing to obtain paper copies of the sample cover 
sheets should contact the Public Service Center at (703) 305- 
HELP. Questions regarding the sample cover sheets should be 
directed to the Assignment and Certification Services Division 
at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 
3.31. The PTO does not believe standardization of the informa- 
tion submitted is an undue burden. Standardization ensures 
easy reference to all critical information. Further, the parties 
or their representatives are in a better position to know or 
ascertain the nature of the interest involved than the PTO. The 
document will always speak for itself. However, a characteriza- 
tion assists in putting others on notice as to the nature of the 
transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet 
based on “information and belief.” Further, § 3.31(i) has been 
divided into two paragraphs, one for the statement that is 
required and one for the signature. 

The address of the assignee or receiving party is vital infor- 
mation for maintaining complete assignment records. The orig- 
inal owner is the applicant, for which the Office has the address 
of record. Each subsequent assignee address is then obtained 
under this requirement and is of record if the PTO or public 
needs to contact the present assignee. The execution date is 
required to determine whether an assignment has been recorded 
within three months provided in 35 U.S.C. § 261 and 15 U.S.C. 
§ 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of 
this attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it 
is always welcome, but not required. 

The comments received on the layout of the sample cover 
sheets have all been considered and some modifications have 
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been made. However, the sample cover sheet is not required 
and it is not part of the rules. 

Comment: Section 3.34, as proposed, provides for correction 
of errors in a recorded cover sheet when the error is apparent 
by comparing the information on the cover sheet with the 
recorded document itself. One comment received expressed 
confusion regarding the correction procedure. Another com- 
ment suggested that corrections should not be limited to 
apparent errors. 

Response: The PTO will not compare the cover sheet with 
the original documents during the recording process except to 
assure that application and patent numbers are present in patent 
assignments. Otherwise, it will only check to see that the cover 
sheet is complete. When a submitter discovers an obvious error 
on the recorded cover sheet, the PTO will consider a request 
to correct it when it receives: (1) the original recorded document 
(or a copy); (2) a corrected cover sheet; and (3) the appropriate 
fee for each property to be corrected. The PTO will then com- 
pare the cover sheet with the document to determine whether 
the error is apparent on its face. If the error is obvious, the 
corrected cover sheet will be recorded and the respective Office 
records corrected. If the error is not obvious, the procedure set 
forth in the Manual of Patent Examining Procedure, MPEP § 
323 will govern for patents and the procedure set forth in Jn 
re Abacab International Computers Ltd. (Assignee of IHEC, 
Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), on reconsidera- 
tion, 21 USPQ2d1079 (Comm’r Pats. 1988) will govern for 
trademarks. Submitters may also petition under § 1.833 or § 
2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been 
adopted. The rule has only been changed to correct a cross 
reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain 
the date on which it was received as incomplete. Two comments 
were received regarding the time period to be set by the PTO. 
One comment indicated that any delay may affect the require- 
ments of 15 U.S.C. § 1060. It was therefore recommended that 
the PTO make some type of “conditional entry” in the records 
indicating an assignment has been submitted so interested mem- 
bers of the public could ascertain that there may be an effective 
recording date. The other comment suggested the time period 
for resubmission be long enough to allow communication with 
foreign parties, but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect 
that the originally-submitted papers with the official Office 
date stamp indicating the original receipt date in the Office 
must be returned in order to retain the original date. It is the 
intent of the PTO to set the time for response at one month 
from the date of mailing of the returned documents from the 
PTO. It is believed that most correctable errors will involve 
an incomplete cover sheet or the amount of the fee submitted, 
both of which can be corrected within one month. 

Further, it is the policy of the PTO to make of record only 
those documents which meet the requirements for recording. 
It is not beneficial to cloud title to properties with potential 
transfers. 

Comment: Section 3.56, as proposed, is a restatement of 
former § 1.333 and is made applicable to trademarks. It provides 
that an assignment which is made conditional upon a condition 
subsequent will be regarded by the Office as an absolute assign- 
ment. One comment was received inquiring as to whether § 3.56 
applied to security interests, another was received requesting a 
reference in the rules to recording of security agreements. 

Response: Section 3.56 is applicable only to assignments, 
as they are defined by § 3.1, that is, a transfer of right, title 
and interest in a patent or a trademark. A security interest or 
a security agreement is in the nature of a lien, not an assignment. 
Accordingly, § 3.56 would not apply to security interests or 
security agreements which are also recordable. It applies to 
conditional assignments because the Office has no way of 
determining whether and when conditions are satisfied and 
therefore must address this type of assignment in a uniform 
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ments is referred to here in the final rule package. 

Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t]he assignee of record of the entire right title and 
interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee.” One comment suggested, as had been recommended 
for the definitions in § 3.1, that language be adopted consistent 
with Section 10 of the Trademark Act, 15 U.S.C. § 1060, so 
there be no confusion as to what can be assigned in the trade- 
mark area and further, that the language requiring “entire right, 
title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, 
the language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments 
of registered marks or a mark for which an application for 
registration has been filed, making it consistent with § 3.1. 
While this change cannot prevent assignments from being made 
without the underlying goodwill, it may eliminate some confu- 
sion. 

Comment: Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect 
to the assigned application, patent, or registration provide own- 
ership is established to the satisfaction of the Commissioner. 
The rule further provided that ownership could be established 
by providing documentary evidence of the chain of title to the 
assignee. The assignee was also required to submit a verified 
statement stating the evidence had been reviewed and certifying 
to the best of the party’s belief, title is in the party seeking 
to take the action. The Office reserved the right to require 
recordation of any ownership documents. One comment sug- 
gested the procedure was too “elaborate” and “confusing” to 
permit the submitting party to act rapidly. Another comment 
suggested the Office use the language of former § 2.186 which 
only required “the assignment has been recorded or that proof 
of the assignment has been submitted” to enable action by the 
assignee. 

Another comment suggested that a simple statement identi- 
fying the documents thought to place ownership in a party 
should be sufficient. It was believed that no additional benefit 
accrued by having the party state that they believed they were 
entitled to take the action because whether or not a party can 
act is a determination the PTO must make. 

Two comments suggested that a literal reading of the rule 
would require every paper filed on behalf of an assignee be 
accompanied by a proof of ownership. One comment suggested 
it was too harsh to preclude a party from taking action in a 
trademark matter until proof of ownership is established to the 
satisfaction of the Commissioner. Rather, it was suggested that 
a party be permitted to take action once documents establishing 
ownership are filed. 

One comment received pointed to the proposed language of 
§ 3.73 providing the statement must be signed by the party or 
its attorney or agent of record which was a greater requirement 
than § 1.34(a), if that was intended. 

Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, 
title, and interest in the patent application, patent, registered- 
mark or mark for which an application for registration has been 
filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance 
of a Section 8 or 15 affidavit or a Section 9 application, 15 
U.S.C. §§ 1058, 1059, for trademark filings, and requested 
examples of the types of documents necessary to establish 
ownership. 

Response: Ownership need only be established the first time 
the new party wants to act in patent and trademark cases, 
provided the appropriate documents are recorded. Section 
3.73(b) is modified to provide that a statement of ownership 
need only be provided when a patent assignee wishes to act 
on a matter. For patents, the PTO believes it is appropriate 
for the patent assignee to review the documents it believes 
establishes its ownership prior to filing a paper signed by that 
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assignee. Additionally, the statement will certify that to the 
best of the assignee’s knowledge and belief, title is in that 
assignee. This will establish, to the satisfaction of the Commis- 
sioner, that the assignee knows of no other document estab- 
lishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled 
to take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as 
will the claim of ownership and the party will be notified 
whether it is satisfactory. As in the past, “any action” refers 
to post-registration documents as well. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to require that a cover sheet 
accompany each document submitted for recording. The rule 
change includes no additional or increased fees. Substantive 
rights to use trademarks and patents are not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes reduce procedural burdens, there will be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rule changes contain a collection-of-information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. The rule changes add a requirement for 
acover sheet to be submitted with each document to be recorded 
that will expedite the recording process and improve quality. 
This collection of information requirement is cleared under 
OMB Control No. 0651-0011. The public reporting burden for 
this requirement is estimated to be one-half hour per filing, 
including the time for reviewing instructions, searching exis- 
ting data sources, gathering and maintaining the data needed, 
and completing and reviewing the collections of information. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 

37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirement. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents, Trademarks, Reporting and recordkeeping require- 
ment. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 3 of title 37 of the Code of Federal Regulations are 
amended as set forth below. 
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PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
assignment records, relating to original or reissue patents, 
including digests and indexes, for assignments recorded on or 
after May 1, 1957, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark 
Office, and copies of those assignment records may be obtained 
upon request and payment of the fee set forth in §§ 1.19 and 
2.6 of this Chapter. 

(2) All records of assignments of patents recorded before 
May 1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 


KKK 


(d) An order for a copy of an assignment or other document 
should identify the ree] and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame, an extra charge as set 
forth in § 1.21(j) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


OK 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 
$130.00 


— for access to an assignment record. 

— for access to an application. 

— to accord a filing date. 

— for entry of late priority papers. 

— to accord a filing date. 

— to accord a filing date. 

3 — to suspend action in application. 

: — for divisional reissues to issue separately. 
— for amendment after payment of issue fee. 

13 — to withdraw an application from issue. 

314 — to defer issuance of a patent. 

§ 1. 666(b) — for access to interference settlement agreement. 
§ 3.81 — for patent to issue to assignee, assignment submitted 

after payment of the issue fee. 
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4. Section 1.32 is removed and reserved. 

1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 

§ 1.46 Assigned inventions and patents. 

In case the whole or a part interest in the invention or in 
the patent to be issued is assigned, the application must still 


be made or authorized to be made, and an oath or declaration 
signed, by the inventor or one of the persons mentioned in §§ 
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1.42, 1.43, or 1.47. However, the patent may be issued to the 
assignee or jointly to the inventor and the assignee as provided 
in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to 
read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


KEK 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment 
to, the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization 
are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered 
to act on behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised 
to read as follows: 


Arbitration Awards 
8. Sections 1.331 through 1.334 are removed and reserved. 
§§ 1.331- 1.334 [Reserved] 


Part 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 


noted. 
10. The undesignated center head § 2.185 is removed. 
11. Sections 2.185 through 2.187 are removed and reserved. 
§§ 2.185-2.187 [Reserved] 
12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 
3.1 Definitions 
DOCUMENTS ELIGIBLE FOR RECORDING 


3.11 Documents which will be recorded. 
3.16 Assignability of trademarks prior to filing of use state- 
ments. 


REQUIREMENTS FOR RECORDING 


3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be 
recorded. 

3.28 Requests for recording. 
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COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 
3.41 Recording fees. 


DATE AND EFFECT OF RECORDING 


3.51 Recording date. 
3.54 Effect of recording. 
3.56 Conditional assignments. 


DOMESTIC REPRESENTATIVE 
3.61 Domestic representative. 
PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
§ 3.1 Definitions. 


For purposes of this part, the following definitions shall 
apply: 

Application means a national application for patent, an inter- 
national application that designates the United States of 
America, or an application to register a trademark unless other- 
wise indicated. 


Assignment means a transfer by a party of all or part of its 
right, title and interest in a patent or patent application, or a 
transfer of its entire right, title and interest in a registered mark 
or a mark for which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects 
some interest in an application, patent, or registration. 


Office means the Patent and Trademark Office. 


Recorded document means a document which has been 
recorded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 


Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion 
of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


No application to register a mark under 15 U.S.C. 1051(b) 
is assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business 
of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
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by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An assignment relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


§ 3.24 Formal requirements for documents and cover 
sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, 
may be submitted for recording. Only one side of each page 
shall be used. The paper used should be flexible, strong, white, 
non-shiny, durable, and preferably no larger than 21.6 x 33.1 
cm. (8 1/4 x 14 inches) with a 2.5 cm. (one-inch) margin on 
all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignments, Washington, D.C. 20231, unless they are 
filed together with new applications or with a petition under 
3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in § 
3.31 referring either to those patent applications and patents, 
or to those trademark applications and registrations, against 
which the document is to be recorded. If a document to be 
recorded includes interests in, or transactions involving, both 
patents and trademarks, separate patent and trademark cover 
sheets must be submitted. Only one set of documents and cover 
sheets to be recorded should be filed. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will be returned 
pursuant to § 3.51 for proper completion of a cover sheet and 
resubmission of the document and a completed cover sheet. 


COVER SHEET REQUIREMENTS 
§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction 
to be recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the document should 
be mailed; 

(6) the number of applications, patents or registrations 
identified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark applica- 
tion or registration who is not domiciled in the United States 
has designated a domestic representative (see § 3.61); and 
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(9) a statement by the party submitting the document that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trade- 
marks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to 3.11 will 
be correctedonly if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally 
recorded document and by the recording fee as set forth in § 
3.41. 


FEES 


§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this Chapter for patents and in § 2.6(q) of this Chapter 
for trademarks. 


DATE AND EFFECT OF RECORDING 


§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of 
deposit in the United States Postal Service. If the returned 
patent was not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be consid- 
ered to be. the date of recording of the document. The specified 
period to resubmit the returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or 
the effect that document has on the title to an application, a 
patent, or a registration. When necessary, the Office will deter- 
mine what effect a document has, including whether a party 
has the authority to take an action in a matter pending before 
the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelied with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 
§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is 
not domiciled in the United States, the assignee must designate, 
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in writing to the Office, a domestic representative. An assignee 
of a patent application or patent may designate a domestic 
representative if the assignee is not residing in the United States. 
The designation shall state the name and address of a person 
residing within the United States on whom may be served 
process or notice of proceedings affecting the application, 
patent or registration or rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest 
in an application for patent is entitled to conduct the prosecution 
of the patent application to the exclusion of the named inventor 
or previous assignee. The assignee of a registered trademark 
or a trademark for which an application to register has been 
filed is entitled to conduct the prosecution of the trademark 
application or registration to the exclusion of the original appli- 
cant or previous assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application unless there is an 
assignment. 

(b) When the assignee of the entire right, title and interest 
seeks to take action in a matter before the Office with respect 
to a patent application, trademark application, patent, registra- 
tion, or reexamination proceeding, the assignee must establish 
its ownership of the property to the satisfaction of the Commis- 
sioner. Ownership is established by submitting to the Office 
documentary evidence of a chain of title from the original 
owner to the assignee or by specifying (e.g. reel and frame 
number, etc.) where such evidence is recorded in the Office. 
Documents submitted to establish ownership may be required 
to be recorded as a condition to permitting the assignee to take 
action in a matter pending before the Office. In addition, the 
assignee of a patent application or patent must submit a state- 
ment specifying that the evidentiary documents have been 
reviewed and certifying that, to the best of assignee’s knowl- 
edge and belief, title is in the assignee seeking to take the 
action. 


ISSUANCE TO ASSIGNEE 


§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid, 
the patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. At the time the issue fee is 
paid, the name of the assignee must be provided if the patent 
is to issue solely or jointly to that assignee. 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee 
of the applicant, or in a new name of the applicant, provided 
that the party files a written request in the trademark application 
by the time the application is being prepared for issuance of 
the certificate of registration, and the appropriate document 
is recorded in the Office. If the assignment or name change 
document has not been recorded in the Office, then the written 
request must state that the document has been filed for recorda- 
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tion. The address of the assignee must be made of record in 
the application file. 


DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 


June 24, 1992 


[1140 OG 53] 


(47) Issuance of a Patent to an Assignee 

The purpose of this notice is to clarify the procedures to 
have a patent issue to an assignee. See 37 CFR 3.81 and Manual 
of Patent Examining Procedure § 307. 

Section 3.81(a) permits a patent to isssue to an assignee, 
provided that at the time the issue fee is paid, the assignment 
has been submitted for recordation and the name of the assignee 
is provided. The name of the assignee is usually provided in 
item 5 of the Issue Fee Transmittal form (PTOL-85B). 

Section 3.81(b) permits a patent to issue to an assignee when 
the assignment is submitted for recording after the date of 
payment of the issue fee, but prior to issuance of the patent, 
provided a petition and fee are filed requesting that the patent 
issue to the newly recorded assignee. 

When the correct name of the assignee was not provided in 
accordance with either section 3.81(a) or (b) (i.e., either no 
name or an incorrect name was provided in item 5 of the Issue 
Fee Transmittal when the assignment had been recorded or 
submitted for recordation at the time the issue fee was paid, 
or an incorrect name was provided in the petition required by 
section 3.81(b) when the assignment is submitted for recording 
after the date of payment of the issue fee, but prior to issuance 
of the patent), a correction can be made by filing a petition 
under 37 CFR 1.183 requesting that the requirements of 37 
CFR 3.871 be waived. This procedure is required at any time 
after the issue fee is paid, including after issuance of the patent. 
A petition under 37 CFR 1.183 should include: (1) the petition 
fee set forth in 37 CFR 1.17(h) (currently $130); (2) the correct 
name of the assignee; and (3) the reel and frame number where 
the assignment is recorded or proof of the date the assignment 
was submitted for recordation. 

If the petition under 37 CFR 1.183 is filed and granted prior 
to issuance of the patent, the patent will either: (1) be printed 
with the correct assignee’s name; or (2) be printed without the 
correct assignee’s name. In the latter case, patentee would be 
entitled to a certificate of correction under 37 CFR 1.322 to 
correct an Office mistake in not correctly printing the assignee’s 
name on the patent. 

If the petition under 37 CFR 1.183 is filed and/or granted 
after issuance of the patent, the patent would be printed without 
the correct assignee’s name. However, if the petition is granted, 
patentee would be entitled to a certificate of correction under 
37 CFR 1.323 due to the mistake in not complying with 37 
CFR 3.81. 


CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 


March 16, 1994 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 § 3 


[Docket No. 910246-2140] 
RIN 0651-AA43 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule; correction. 

Summary: The Patent and Trademark Office (Office) amended 
the rules of practice regarding assignments in patent and trade- 
mark cases to improve and clarify the rules, to codify changes 
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in practice and to consolidate the rules into a new Part 3 directed 
to assignments. In the final assignment rules a fee change 
promulgated in January 1992 was inadvertently omitted from 
the § 1.17(i)(1) listing. 

Effective Date: September 4, 1992. 

For Further Information Contact: Jeffery V. Nase by telephone 
at (703) 305-9282 or by mail marked to his attention and 
addressed to Commissioner of Patents and Trademarks, Box 
DAC, Washington, D.C. 20231. 

Supplementary Information: The amended assignment rules 
first appeared in a notice of proposed rulemaking published in 
the Federal Register on May 10, 1991, at 56 FR 21641, and 
the Patent and Trademark Office Official Gazette of June 4, 
1991, at 1127 OG 8-16. The final rules appeared in the Federal 
Register on July 6, 1992, at 57 FR 29634. Between the time 
the proposed and final rules were published, 37 CFR § 1.97(d) 
was amended, effective March 16, 1992, by a final rule which 
appeared in the Federal Register of January 17, 1992, 57 FR 
2021, relating to the duty of disclosure. The amendment pro- 
vided for a new petition fee which was referenced in 37 CFR 
§ 1.17, patent application processing fees. The reproduction of 
§ 1.17 in the final assignment rule package neglected to add 
the reference to the new petition under § 1.97(d). 

Section 1.17(i)(1) is reproduced in its entirety to include the 
reference to § 1.97(d) which was inadvertently omitted. The 
amount of the fee for considering an information disclosure 
statement is not affected by this rule change. 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 35 U.S.C. 6, part 1 of title 37 of the 
Code of Federal Regulations has been amended as set forth 
below. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for 37 CFR Part | would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


eee 


(i)(1) For filing a petition to the Commissioner under a section 
of this part listed below which refers to this para- 
$130.00 


12 - foraccess to an assignment record. 
14 - for access to an application. 
53 - to accord a filing date. 
55 - for entry of late priority papers. 
- to accord a filing date. 
62 - to accord a filing date. 
.97(d) - to consider an information disclosure statement. 
103 - to suspend action in application. 
177 - for divisional reissues to issue separately. 
312 - for amendment after payment of issue fee. 
313 - to withdraw an application from issue. 
314 - to defer issuance of a patent. 
666(b) - for access to interference settlement agreement. 
3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 
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E 
1. 
i: 
1.60 
1. 
1 
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i. 
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1. 
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§ 
§ 
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§ 
§ 
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* Kk KK * 


DOUGLAS B. COMER 
Assistant Secretary & Acting 
Commissioner of Patents 
and Trademarks 


July 17, 1992 
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(49) Taking Action in a Patent Matter Before the 


Office by the Assignee under 37 CFR 3.73. 


When the assignee of the entire right, title and interest first 
seeks to take action in a matter before the Office with respect 
to a patent application, patent or reexamination proceeding, the 
assignee must establish its ownership of the property to the 
satisfaction of the Commissioner. 37 CFR 3.73(b). The 
assignee’ s ownership may be established either |) by submitting 
to the Office copies of the documentary evidence of a chain 
of title from the original inventor to the assignee, or 2) by 
specifying, by reel and frame number, for example, where such 
documentary evidence is recorded in the Office. In addition to 
the establishment of ownership, there is further requirement that 
the assignee submit a statement specifying that the evidentiary 
documents have been reviewed and certifying that, to the best 
of the assignee’s knowledge and belief, title is in the assignee 
seeking to take action. Once 37 CFR 3.73(b) is complied with 
by an assignee, that assignee may continue to take action in 
that application, patent or reexamination proceeding without 
filing a 37 CFR 3.73(b) statement each time, provided that 
ownership has not changed. 

When an assignee files a continuation or divisional applica- 
tion (under 37 CFR 1.53, 1.60 or 1.62), reference may be 
made to a statement filed under 37 CFR 3.73(b) in the parent 
application or a copy of that statement may be filed. A newly 
executed statement under 37 CFR 3.73(b) must be filed when 
a continuation-in-part application is filed by an assignee. 

The statement under 37 CFR 3.73(b) may be signed on behalf 
of the assignee in the following two manners if the assignee 
is an organization (e.g., corporation, partnership, university, 
government agency, etc.). 

(1) The statement may be signed by a person in the organi- 
zation having apparent authority to sign on behalf of the organi- 
zation. An officer (president, vice-president, secretary, or 
treasurer) is presumed to have authority to sign on behalf of 
the organization. The signature of the chairman of the board 
of directors is acceptable, but not the signature of an individual 
director. A person having a title (manager, director, adminis- 
trator, general counsel) that does not clearly set forth that person 
as an officer of the assignee is not presumed to be an officer 
of the assignee or to have authority to sign the statement on 
behalf of the assignee. A power of attorney from the inventors 
in an organization to a practitioner to prosecute a patent applica- 
tion does not make the practitioner an official of an assignee 
or empower the practitioner to sign the statement on behalf of 
the assignee. 

(2) The statement may be signed by any person, if the 
statement includes an averment that the person is empowered 
to sign the statement on behalf of the assignee and, if not signed 
by a registered practitioner, the statement must be in oath or 
declaration form. Where a statement does not include such an 
averment, and the person signing does not hold a position in 
the organization that would give rise to a presumption that the 
person is empowered to sign the statement on behalf of the 
assignee, evidence of the person’s authority to sign will be 
required. 

Examples of situations where ownership must be established 
and the statement under 37 CFR 3.73(b) must be submitted are 
when the assignee: signs a request for status of an application 
or gives a power to inspect an application; acquiesces to express 
abandonment of an application; appoints its own legal represen- 
tative; signs a terminal disclaimer; consents to the filing of a 
reissue application; consents to the correction of inventorship; 
files an application under 37 CFR 1.47(b) or 37 CFR 1.475; 
signs an Issue Fee Transmittal (PTOL-85B); or signs a response 
to an Office action. 

Examples of situations where ownership need not be estab- 
lished and a statement under 37 CFR 3.73(b) is not required 
to be submitted are when the assignee: signs a small entity 
declaration; signs an affidavit or declaration of common owner- 
ship of two inventions; signs a NASA or DOE property rights 
statement; signs an affidavit under 37 CFR 1.131 where the 
inventor is unavailable; signs a Certificate of Mailing under 
37 CFR 1.8; or files a request for reexamination of a patent 
under 37 CFR 1.510. 

An acceptable certification under 37 CFR 3.73(b) is attached 
to this notice. 


190-263 0.G.- 00 - 2: QL3 
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For further information related to actions taken by an assignee 
in patent matters, contact Jeffrey V. Nase at (703) 305-9282. 


CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 

for Patents 


Apr. 30, 1993 
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Revised PTOL-85 Issue Fee 
Transmittal Form 


(50) 


The purpose of this notice is to advise the public that form 
PTOL-85 has been substantially revised so as to be more effec- 
tive and easier to use. Form PTOL-85 starts out as a three page 
form. Page | is form PTOL-85B, the Issue Fee Transmittal 
form. This form is labeled “TRANSMIT THIS FORM WITH 
FEE” in red at the bottom. Form PTOL-85B is used for submit- 
ting the issue fee. The PALM data that is printed on this form 
will be much clearer than before as it is now the first (or top) 
printed copy. This should ensure that the submitted issue fee 
is promptly credited to the correct application file. 


Pages 2 and 3 of PTOL-85 are, respectively, the applicant’s 
copy and the PTO’s copy of PTOL-85, the Notice of Allowance 
and Issue Fee Due form. The applicant’s copy is labeled 
“YOUR COPY” in red at the bottom. The applicant should 
retain the applicant’s copy of form PTOL-8S5. 


Form PTOL-85B (i.e., page 1) has also been revised to have 
the Certificate of Mailing in the upper right corner and to 
clarify that the Certificate of Mailing is to be used for domestic 
mailings only. Additionally, the CURRENT CORRESPON- 
DENCE ADDRESS block shall permit write-in corrections for 
making minor changes in the correspondence address. Alterna- 
tively, a change in the correspondence address, or an indication 
of a “Fee Address” for maintenance fee notifications, may be 
made by checking the appropriate set of brackets in Block | 
and including the appropriate attachment. 


Block 3 of the revised form PTOL-85B will be used to 
indicate assignee data to be printed on the patent, as well as 
the status of the assignee as: (1) individual, (2) corporation or 
other private group entity, or (3) government entity. Applicants 
are being asked to indicate the status of the assignee in order 
to increase the accuracy of the assignee category codes being 
entered by the Office into the Patent Full Text Data Base, 
which can later be extracted and used for statistical purposes. 
This has become necessary since the assignee’s category is not 
always evident at the point in the publication process when 
the assignment data is being captured from the PTOL-85B 
form. 


The applicant is requested to transmit an extra copy of PTOL- 
85B when payment of the issue fee is by way of authorization 
to debit a Deposit Account. 


STEPHEN O. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


February 21,1997 


[1196 OG 91] 


(51) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 


of Patent and Trademark Office Documents 


Expedited Local Service 


The Patent and Trademark Office (PTO) offers “expedited 
local service” for three products: (1) uncertified patent and 
trademark copies; (2) certified copies of both patent and trade- 
mark applications-as-filed; and (3) certified copies of trademark 
registrations (status and title). Customers can routinely order 
these expedited services, which are specifically identified by 
separate codes in the PTO’s fee schedule. Orders for “expedited 
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local service” on these three products may be placed in one of 
four ways: (1) delivered in person to the Office of Public 
Records (OPR) Customer Service Counter, Crystal Gateway 
4, Suite 300; (2) placed in drop boxes located in PTO search 
room facilities; (3) faxed to (703) 308-9759; or (4) delivered 
via overnight delivery services directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders 
with notations such as “Please Rush”, “Urgent”, or “Please 
Expedite”, and which fall outside the product lines offering 
“expedited local service,” do not receive special processing. 


Customers should note that orders for “expedited local ser- 
vice” are processed based on the date of receipt, not on the 
method of delivery to OPR; fax and overnight delivery service 
orders have the same priority as hand-delivered orders received 
on the same day. Similarly, completed orders for “expedited 
local service” are closed and shipped without regard to the 
requested delivery method or location. 


At rvii 


The Office’s fee schedule does not specifically provide for 
other expedited document delivery, largely because of the 
uncertainty and risk involved in promising services for which 
either the media/papers to satisfy the order or PTO staff support 
might not be available. However, the Office recognizes that 
there are situations, such as litigation, due dates imposed by 
foreign intellectual property offices, or pending commercial 
transactions, which require an extraordinary level of service in 
order to meet a most urgent deadline. Accordingly, the OPR 
practice has been to receive and process these requests on a 
case-by-case basis, and to charge for them based on the pub- 
lished product/service fee code, plus a combination of “Labor 
Services” (484, 584) and “Other Services at Cost” (485,585). 
This commonly has been referred to as “at cost service.” 


OPR’s ability to provide “at cost” services for copies of 
patent and trademark documents is based largely upon the ready 
availability of source documents, either on microform or via 
access to electronic images. Consequently, orders for copies 
of file wrappers and contents usually cannot be accepted for 
filling on an “at cost” basis. While every effort will be made 
to assist all customers, the PTO cannot always guarantee 
delivery of documents on or before requested dates. Turnaround 
time for this service is dependent on the scope and complexity 
of the specific request, staff resources which can be diverted, 
and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “‘at cost” service, 
such as active litigation or a pending commercial transaction. 
The letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 


Requests for “at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter 
in Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; 
(3) or sent via overnight delivery service directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 
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Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasi- 
bility of meeting the deadline and the total cost involved. The 
minimum charge for filling an “at cost” order for copies of 
patent and trademark documents will be $120 (3 hours labor 
at $40 per hour), plus the published product/service fee per 
copy. Customers will be asked to approve all charges before 
any work begins. Customers sending requests via overnight 
delivery services must specify payment via PTO deposit 
account, MasterCard, or Visa. “Walkup” customers also may 
pay by check at the PTO Office of Finance Cashier in Crystal 
Gateway 4 following discussions with OPR Customer Services 
staff and acceptance of their order. 


“At cost” service requests dropped at PTO search room 
locations or sent to the general PTO address will be processed 
as “regular service” orders. “At cost” orders are processed 
based on the date of acceptance, not on the method of delivery 
to OPR; “at cost” requests sent via fax and overnight delivery 
service go through the same review and acceptance process as 
those hand-delivered. Regardless of which method is used to 
transmit an “at cost” request, the customer designated point- 
of-contact should have full authority to discuss the requirement; 
be able to discuss the impact of any possible change in the 
expected due date; and be authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while 
in transit and to confirm receipt. On request, completed “at 
cost” orders may be picked up/signed for at the OPR Customer 
Service Counter. 


Questions concerning either “expedited local service” or “at 
cost” services for copies of patent and trademark documents 
should be directed to OPR Customer Service at (703) 308- 
9726, or via e-mail address at certdiv@uspto.gov. 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


May 29, 1998 
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(52) Obtaining Copies of Interference Related Files 


The Board of Patent Appeals and Interferences does not 
provide or sell copies of interference files or the application 
or patent files involved in an interference. Orders for copies 
shall not be filed with the Board unless ordered by an Adminis- 
trative Patent Judge. Individuals ordering files should note that 
interference files do not include the involved application or 
patent files, which must be ordered as separate files. Orders 
for copies must specifically identify the serial number, patent 
number or interference number of all desired files. Because of 
the confidentiality provisions of 35 U.S.C. § 122 and 37 CFR 
§§ 1.1 1(e) and 1.14, all orders for copies of pending applications 
or interference files must be accompanied with proof that the 
requester is authorized to have access to the files (e.g., copy 
of the power of attorney, power to inspect, and interference 
declaration, as appropriate). Failure to provide all necessary 
information with the order will delay obtaining copies or result 
in a denial of the order. 


Uncertified copies may be purchased from the Dissemina- 
tion Support Division (DSD). Inquiries regarding uncertified 
copies must be directed to DSD at (703) 305-8716. Orders for 
uncertified copies may be placed by FAX, when paying by 
VISA/MasterCard or PTO Deposit Account, at (703) 305-8759. 
Orders for uncertified copies may also be mailed to DSD at 
the following: 


Commissioner of Patents and Trademarks 
Box 9 
Attention: DSD File Copy 
Washington, D.C. 20231 


Certified copies may be purchased from the Certification 
Division. Inquiries regarding certified copies must be directed 
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to the Certification Division at (703) 308-9726 or toll free at 
1-800-972-6382. Orders for certified copies may be placed 
by FAX, when paying by VISA/MasterCard or PTO Deposit 
Account, at (703) 308-7048. Order for uncertified copies may 
also be mailed to the Certification Division at this address: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 


Orders for both certified and uncertified copies may be hand 
delivered to PTO’s Public Service Facility, located at 2183 
Jefferson Davis Highway, in the Crystal Plaza Arcade Shops 
directly below Crystal Plazas 3 and 4. 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 
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(53) “At Cost” Recordation of Assignments 


and Related Transactions 


Background 


The Patent and Trademark Office (PTO) offers “expedited 
local service” for three well-defined products: patent and trade- 
mark copies; certified copies of both patent and trademark 
applications-as-filed; and certified copies of trademark registra- 
tions (status and title). Customers can routinely order these 
expedited services which are specifically identified by separate 
codes in the Office’s fee schedule. The Office’s fee schedule 
does not specifically provide for other expedited service relating 
to delivery of documents or other products, largely because of 
the uncertainty and risk involved in promising services for 
which either the media/papers to satisfy the order or PTO staff 
support might not be available. 


“At Cost” Services for Recording Assignments and Related 
Transactions 


Assignments are processed and recorded on a “first in/first 
out” basis from the date of receipt in the Assignment Division. 
While PTO does not routinely and specifically offer expedited 
service to record assignments, it has recognized that there are 
situations, such as pending litigation or commercial transac- 
tions, which require other than “first in/first out” processing 
in order to meet a most urgent judicial or contractual deadline. 
Accordingly, the Office of Public Records (OPR) practice has 
been to receive and process these requests on a case-by case 
basis and to assess fees based on the statutory recordation fee 
(481,482, 581), plus a combination of “Labor Services” (484, 
584) and “Other Services at Cost” (485,585). This has been 
referred to commonly as “at cost” recordation. 


Turnaround time for this extraordinary recordation service 
is dependent on the scope and complexity of the specific 
request, staff resources which can be diverted, and other priority 
work in inventory. While every effort will be made to assist 
all customers, the PTO cannot always guarantee delivery of 
recorded documents on or before requested dates. 


Requests for “at cost recordation” must be hand delivered 
or sent via overnight courier directly to OPR in the North 
Tower Building: 


U.S. Patent and Trademark Office 

Office of Public Records 

ATTN: “At Cost” Recordation Services 

2800 Crystal Drive, 10th Floor Service Counter 
Arlington, VA 22202 


Do not send requests to the general PTO address; such requests 
may be significantly delayed before delivery to OPR. 


All documents submitted for “at cost” recordation must meet 
the minimum requirements set forth in 37 CFR Part 3. In 
addition, there must be a separate letter specifically requesting 
“at cost” recordation, signed by a principal party to the transac- 
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tion (owner, inventor) or the attorney of record, stating the 
specific date the recordation notice must be returned, and 
describing the reason special service is required. Detailed justi- 
fication/disclosure of commercial or confidential business 
information is not required, but there must be a clear urgency 
in the request. 


Based on their review of the specific request, Assignment 
Division staff will contact the customer to discuss the feasibility 
of meeting the deadline and the total cost involved. The min- 
imum charge for expedited assignment recordation is $90 (3 
hours labor at $30 per hour), plus the established statutory fee 
per property. Customers will be contacted and asked to approve 
all charges before work begins. Customers sending requests 
via overnight delivery services must make payment via PTO 
deposit account, MasterCard, or Visa. Local “walk up” cus- 
tomers may pay cash at the PTO Office of Finance Cashier in 
addition to the other methods. 


Once recorded, “at cost” assignments must either be picked 
up/signed for at the Office of Public Records NT Service 
Counter or sent via Federal Express (next business day service); 
charges for Federal Express delivery will be added to the total 
“at cost” bill. 

Questions concerning “at cost” recordation services should 
be directed to the Assignment Division Customer Services Desk 
at (703) 308-9723. 


WESLEY H. GEWEHR 


May 1, 1997 
Administrator for Information Dissemination 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
Docket No. 99-1020282-9282-01 
RIN 0651-AB08 


(54) 


Clarification of Patent and Trademark Copy Fees 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules of practice regarding fees for black and 
white patent and trademark copies by clarifying the meaning 
of the term “regular service.” For black and white patent copies, 
the term “regular service” includes preparation of copies by 
the PTO normally within 2-3 business days of receipt and 
delivery by United States Postal Service (USPS), or delivery 
to a PTO Box.“Regular service” also includes preparation of 
copies within one business day of receipt and delivery to cus- 
tomers by electronic means (e.g., fax, electronic mail). Expe- 
dited service for receipt of black and white patent copies by 
fax is eliminated since this is now done routinely as “regular 
service.” For patent copies, “expedited service” is clarified to 
read preparation of copies by the PTO within one business day 
and delivery by commercial delivery service within the next 
business day. For trademark copies, “regular service” includes 
preparation of copies by the PTO within 2-3 business days of 
receipt and delivery by USPS, fax, or to a PTO Box. The term 
“overnight delivery” is being changed to “delivery on the next 
business day” for clarity. 


EFFECTIVE DATE: The effective date for the clarifications 
of the rules is December 2, 1999. 


FOR FURTHER INFORMATION CONTACT: Wesley H. 
Gewehr by mail addressed to him at Administrator for Informa- 
tion Dissemination, U.S. Patent and Trademark Office, PK3- 
451, Washington, DC 20231, by telephone at (703) 305-9110, 
by facsimile at (703) 305-3878, or by e-mail at “wesley.geweh- 
r@uspto.gov.” 


SUPPLEMENTARY INFORMATION: This final rule clari- 
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fies PTO fees for providing black and white copies of patents 
and trademarks. 


Background 


Patent fees are authorized by 35 U.S.C. § 41. Trademark fees 
are authorized by 15 U.S.C. § 1113. Both statutes provide that 
the Commissioner shall establish fees for processing, services, 
or materials relating to patents or trademarks to recover the 
estimated average cost to the Office of such processing, ser- 
vices, or materials. Automated image stores of patent copies 
and automated system capabilities for electronic delivery are 
now available for delivery of black and white patent copies 
under regular service. Full-page images of trademark registra- 
tions are not yet available via automated image stores. There- 
fore, trademark copies cannot yet be delivered electronically, 
other than by fax. 


This final rule clarifies what services are encompassed by the 
term “regular service” for patent copies set forth in 37 C.F.R. 
§ 1.19(a)(1), and for trademark copies set forth in 37 C.F.R. 
§ 2.6(b)(1). 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
§ 3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


The PTO for good cause finds that the notice and comment 
provisions of the Administrative Procedure Act are not required. 
The notice and public procedure thereon are unnecessary since 
the PTO is only clarifying the term “regular service,” and 
eliminating as a separate category the delivery of patent copies 
by fax. 5 U.S.C. § 553(b)(B). These are minor technical changes 
with no substantive effect on the public. 5 U.S.C. § 553(b)(B). 
Prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. § 553 (or any other law); therefore, 
the analytical requirements of the Regulatory Flexibility Act, 
5 U.S.C. § 601 et seq., are inapplicable. 


List of Subjects 


37 CFR Part 1 


Administrative practice and procedures, Inventions and 
patents, Reporting and recordkeeping requirements, Small busi- 
nesses. 


37 CFR Part 2 


Administrative practice and procedures, Trademarks. 
Accordingly, for the reasons set forth in the preamble, 37 CFR 
parts 1 and 2 are amended as follows: 


1. The authority citation for part 1 continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.19 is amended by revising paragraphs (a)(1)(i) 
through (iii) to read as follows: 


§ 1.19 Document supply fees. 


** KK * 


(a) *** 


aye? 


(i) Regular service, which includes preparation of copies by 
the PTO within 2-3 business days and delivery by United States 
Postal Service or to a PTO Box; and preparation of copies by 
the PTO within one business day of receipt and delivery by 
electronic means (e.g., fax, electronic mail)—$3.00 


(ii) Next business day delivery to PTO Box—$6.00 


(iii) Expedited delivery by commercial delivery ser- 
vice—$25.00 
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3.The authority citation for part 2 continues to read as fol- 
lows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


4. Section 2.6 is amended by revising paragraphs (b)(1)(i) 
through (iii) to read as follows: 


§ 2.6 Trademark fees. 


** KK *K 


{b) * * * 


ay** * 


(i) Regular service, which includes preparation of copies by 
the PTO within 2-3 business days of receipt and delivery by 
United States Postal Service, fax, or to a PTO Box—$3.00 


(ii) Delivery on next business day to PTO Box, or fax delivery 
within one business day to U.S./Canada/Mexico—$6.00 


(ili) Expedited delivery by commercial delivery ser- 
vice—$25.00 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(55) Status of Office of Public Records Services 

The Office of Public Records (OPR) processes and fills 
orders for both certified and uncertified copies of Patent and 
Trademark Office documents and records assignments and 
other documents related to title. This is an update of actual 
processing time for orders/requests filled during the month of 
October 1999: 


Document Services 
Certified Documents 


Patent Application-As-Filed, 7 days 
Expedited 

Patent Application-As-Filed, 
Regular 

Patent Related File Wrapper 

Patent Copy 

Patent Assignments 


17 days 


25 days 
10 days 
10 days 


45 days* 
5 days 
6 days 


Trademark Application-As- 7 days 5 days 
Filed, Expedited 

Trademark Application-As- 
Filed, Regular 

Trademark Related File 
Wrapper 

Trademark Assignments 

Trademark Registration, 
Expedited 

Trademark Registration, 
Regular 


17 days 8 days 


25 days 27 days* 


10 days 
5 days 


7 days 
5 days 


14 days 7 days 


Uncertified Documents Actual 
Processing 
Time 


1 hour 
20 hours 
3 days 
2 days 
5 days 
17 days* 


Express Patent Copies 
Special Patent Copies 
Regular Patent Copies 

Plant Patents 

Patent Assignments 

Patent Related File Wrapper 
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0 hours 
18 hours 
2 days 


3 hours 
24 hours 
3 days 


Express Trademark Copies 
Special Trademark Copies 
Regular Trademark Copies 
Goal 


Uncertified Documents Actual 


Processing 
Time 





10 days 
25 days 


2 days 
19 days* 


Trademark Assignments 
Trademark Related File 
Wrappers 


* Includes turnaround times for files on official search and 
file reconstruction. 


During the month of October 1999, a total of 18,550 public 
orders (29,643 copies) were filled and closed, or 7,147 orders 
more (9,459 copies less) than the FY-00 planning number of 
11,403 orders (39,102 copies) to be closed for this month. 
The average turnaround times for products remain in expected 
ranges. 


Due to varying availability of media, customers will not be 
advised when orders are not delivered within the published 
goal periods. However, customers will be advised if any 
unexpected delay in their order has been identified. Cus- 
tomers should use the above actual days to mail for each 
product as a guide as to when they can expect their orders. 
In determining expected delivery times, the day an order 
is received in the Office is calculated as “day zero.’ The 
next business day is “day one.” 


Delivery of any specific copy will vary based on the availability 
of scanned images, microfilm products, and/or file accessibility. 
On June 10, 1997, the Office published an Official Gazette 
Notice entitled “Changes in Practice in Supplying Certified 
Copies and Filing Receipts” (1199 OG 39) which advised cus- 
tomers who place orders for certified copies of patent applica- 
tions-as-filed not to request them until the official filing receipt 
is received; images and related bibliographic data are not avail- 
able to Certification Division until the filing receipt is generated 
by the Office of Initial Patent Examination. 


Customers are encouraged to fax orders for copies directly to 
Dissemination Support Division at (703) 308-9759 and to pay 
by PTO Deposit Account, MasterCard, Visa, American Express 
or Discover. Information on the status of pending orders may 
be obtained by calling (703) 308-9726 or 1 (800) 972-6382 
(outside the Washington, DC Metro area), or via E-mail: certdi- 
v@uspto.gov. 


Assignment Services 


The Assignment Division is currently mailing recordation 
notices for documents received in the Office of Public Records 
on September 1, 1999. The cycle time to process, record, and 
mail notices is 60 calendar days. 


WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 


November 3, 1999 


[1228 OG 197] 


(56) Temporary Suspension of “At Cost’ Services 


for Orders for Certified Copies 


Effective immediately, and until further notice, the Certifica- 
tion Division, Office of Public Records, will temporarily sus- 
pend accepting requests for “at cost” service for orders of 
certified copies of PTO documents except where the requester 
provides documentation that the copy is required for pending 
litigation. 

The Certification Division’s ability to provide “at cost” ser- 
vices is based upon the ready availability of source documents 
either on microform or via access to electronic images. 
Increased filings of both patent and trademark applications have 
resulted in more instances where requested documents are not 
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yet available on film or electronic media to fill customer orders 
on an “at cost” basis efficiently and for a reasonable fee. 

Orders for expedited service for certified copies of both 
patent and trademark applications-as-filed and trademark regis- 
trations will continue to be accepted. Customers will be advised 
within three working days if microform or electronic images 
are not available to fill their orders on an expedited basis, and 
the order will be filled as a request for regular service with an 
appropriate adjustment and/or credit for fees paid. 

Customers are reminded that expedited service is provided 
on a “local basis” for those orders: (1) placed through the 
PTO’s Public Service Windows located in the Patent Search 
Room and the Trademark Search Library; (2) hand-delivered 
to the Office of Public Records’ (OPR) Service Counter in the 
North Tower building; (3) transmitted via fax directly to the 
Certification Division; or (4) received from an overnight 
delivery service at the OPR Service Counter. Requests for 
expedited service received through the US mail will be pro- 
cessed as regular orders. 

In those cases where Certification Division cannot fill a 
customer order within 30 days of receipt due to unavailability 
of media or the source document itself, customers will be 
provided with a certified letter documenting their request and 
the Office’s inability to fill the order as requested. These letters 
will be provided at no charge. The order itself will be closed 
and a full refund or credit made to the customer. 

Customers placing orders for certified copies may use the 
following as guidelines for expected turnaround times from 
initial receipt of an order in PTO to mailing date from the 
Office: 

Certified Product Days to Mail 
Patent Application-As-Filed, Expedited 7 

(microfiche available) 

Patent Applications-As-Filed, Regular 17 
Patent Related File Wrapper 25 
Patent Copy 


Trademark Application-As-Filed, Expedited 7 
(microfiche available) 

Trademark Application-As-Filed, Regular 17 

Trademark Related File Wrapper 25 

Trademark Registration 10 

Trademark Registration, Expedited 3 


Delivery of any specific copy will vary based on the avail- 
ability of microfilm products and/or file accessiblity. Customers 
are encouraged to fax orders for copies directly to Certification 
Division at (703) 308-9759 and to pay by PTO Deposit Account, 
MasterCard, or Visa to minimize processing time. Information 
on the status of pending orders may be obtained by calling 
(703) 308-9726 or 1 (800) 972-6382 (outside the Washington, 
D.C. Metro area). 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


November 2, 1995 


[1180 OG 121] 


(57) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
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37 CFR 3.11, 3.28, and 3.31 which require that each request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 


THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 


Nov. 3, 1993 


[1157 OG 12] 


Recordabiiity of Foreclosures 
for Assignment Purposes 


(58) 


It has been the practice of the Assignment Branch to record 
security agreements between a secured party and a debtor which 
refer specifically to a patent or a patent application and which 
are signed by the debtor. However, foreclosures by the secured 
party were not recorded because they were not signed by the 
debtor. Accordingly, before recording a foreclosure not signed 
by a debtor, the Assignment Branch required a Court order. 
This requirement forced the secured party to bring action in a 


(S59) 
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court of law where otherwise Court action might not have been 
necessary. 

To facilitate recording of foreclosures not signed by a debtor 
and avoid unnecessary court proceedings, the Office will record 
foreclosures which comply with all of the following criteria: 


(1) Submission of the foreclosure document with original 
endorsement by the secured party, or a verified copy 
thereof; 

(2) Identification of the patent by patent number or the 
patent application by serial number, or other acceptable 
identifier(s) as specified in 37 CFR 1.331(c), in the body 
of the foreclosure document itself or any addenda incorpo- 
rated by reference; 

(3) Reference to the security agreement recorded under 37 
CFR 1.331; and 

(4) Submission of a verified statement by a representative 
of the secured party stating that the patent or the patent 
application has been legally foreclosed on based upon the 
applicable state laws. 


A foreclosure document complying with the above criteria 
will be deemed to be a recordable instrument in accordance 
with 37 CFR 1.331. 


March 14, 1988 THERESA A. BRELSFORD 


Assistant Commissioner 
for Administration 


[1089 OG 35] 


Treatment of Fee Deficiency Submissions 


under 37 CFR 1.28(c) in view of the 
Federal Circuit decision in DH Technology 


In early 1997, the Patent and Trademark Office (PTO) began holding the acceptance of all submissions of fee deficiencies 
under 37 CFR 1.28(c) in abeyance pending a decision by the Court of Appeals for the Federal Circuit on the appeal in DH 
Tech. v. Synergstex Intn’l, 937 F. Supp. 902, 909, 40 USPA2d 1754, 1761 (N.D. Cal. 1996). See Interim Treatment of Fee 
Deficiency Submissions under 37 CFR 1.28(c) in view of DH Technology, 1198 Off. Gaz. Pat. Office 27 (May 6, 1997). On 
September 1, 1998, the Federal Circuit rendered a decision, holding that 37 CFR 1.28(c) is the sole provision governing the 
time for correction of the erroneous payment of the issue fee as a small entity. See DH Tech. v. Synergstex Intern’l, 154 F.3d 
1333, 1342, 47 USPQ2d 1865, 1872 (Fed. Cir. 1998). At the time of the Federal Circuit decision, the PTO had more than five 
hundred applications or patent files in which it was holding the acceptance of a fee deficiency under 37 CFR 1.28(c) in abeyance. 


The PTO is aware that any delay in the acceptance of a fee deficiency under 37 CFR 1.28(c) places a burden on the applicant 
or patentee. Thus, the PTO engaged in an effort to expeditiously process the acceptance of the fee deficiencies submitted in 
these applications or patents, and has issued a notice in each of these applications or patents that it accepted the fee deficiency 
submission under 37 CFR 1.28. The PTO has now forwarded the pending applications to the appropriate PTO organization 
(e.g., Publishing Division or appropriate technology center) for further processing, and forwarded the patent files to Files 


Repository. 


All future submissions of a fee deficiency under 37 CFR 1.28(c) should also include a detailed break-down of the total amount 
paid. This would include a listing of each of the prior fee underpayments as well as the specific deficiency (based on the current 
fees) being submitted. To assist the PTO in correctly applying the fees being submitted, the submission should include the 
following information for each fee which was deficient: 1) filing date of the original fee payment; 2) the type of fee, e.g., basic 
filing fee, maintenance fee, extension fee; 3) the amount of the original fee payment; and 4) the amount of the fee deficiency. 
For example: 


Deficiency 
(based on 
current fee 
amount) 
(Col. A minus 
Col. B) 


$385 


Amount 
originally 
paid 


Current fee 
amount as a 
large entity 


Filling date 
of original 
paper/fee 


Type of fee paid 





03/04/96 
03/04/96 


basic filing fee 





7 independent claims 
in excess of 3 





10 total claims in 
excess of 20 


03/04/96 





05/20/97 3 month extension 








Marcu 21, 2000 


U.S. PATENT AND TRADEMARK OFFICE 


If a detailed break-down of the total amount paid is not submitted, the submitter may be notified that such 
a breakdown must be submitted before the payment can be accepted. Alternatively, the payment could be 
accepted (without a breakdown) but processing delays can be expected for the PTO staff to perform the 


break-down computations. 


Inquiries with regard to this matter should be directed to the Office of Petitions Staff at (703) 305-9282. 


December 9, 1998 


[1218 OG 528] 


Interim Treatment of 
Fee Deficiency Submissions under 
37 C.F.R. § 1.28(c) in view of DH Technology 


Two recent district court decisions have considered the prac- 
tice of submitting a fee deficiency under 37 C.F.R. § 1.28(c) 
and have reached conflicting conclusions. See DH Technology 
v. Synergstex International, Inc., 937 F.Supp. 902, 40 USPQ2d 
1754 (N.D. Cal. 1996); and Jewish Hospital of St. Louis v. 
Idexx Laboratories, 951 F.Supp 1 (D. Me. 1996). 

In DH Technology, the District Court for the Northern Dis- 
trict of California held that the submission of the balance of 
the full issue fee under 37 C.F.R. § 1.28(c) must also meet the 
requirements of 37 C.F.R. § 1.317. 937 F.Supp. at 909, 40 
USPQ2d at 1761. DH Technology is currently under appeal to 
the Court of Appeals for the Federal Circuit (Federal Circuit). 

Since a decision by the Federal Circuit in DH Technology 
is expected to resolve the conflict concerning 37 C.F.R. § 
1.28(c), the PTO is holding the acceptance of all submissions of 
fee deficiencies under 37 C.F.R. § 1.28(c) in abeyance pending a 
decision in DH Technology by the Federal Circuit. 

Inquiries with regard to this notice should be directed to 
Robert W. Bahr at (703) 305-9285. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


April 14, 1997 


[1198 OG 27] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 991105297-9297-01] 
RIN 0651-AB01 


Revision of Patent and Trademark Fees 
for Fiscal Year 2000 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent and trademark cases 
to adjust certain patent fee amounts to conform to the fee 
amounts set by law in the American Inventors Protection Act 
of 1999 as part of the conference report (H. Rep. 106-479) on 
H.R. 3194, Consolidated Appropriations Act, Fiscal Year 2000. 
The text of the American Inventors Protection Act of 1999 is 
contained in title IV of S. 1948, the Intellectual Property and 
Communications Omnibus Reform Act of 1999, which is incor- 
porated by reference in Division B of the conference report. 
The PTO is also adjusting certain trademark fee amounts to 
recover the cost of all trademark activities as provided for in 
H.R. 3194 (S. 1948). In addition, the PTO is adjusting, by a 
corresponding amount, two patent fees that track the basic 
filing fee. 


EFFECTIVE DATES: The amendments to 37 CFR 1.16, 1.20, 
and 1.492 are effective on December 29, 1999. The amendments 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


to 37 CFR 1.17 and 2.6 are effective on January 10, 2000. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, by e-mail at matthew.- 
lee@uspto.gov, by facsimile at (703) 305-8007, or by mail 
marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, 
Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: This final rule 
adjusts certain patent fees in accordance with the Consolidated 
Appropriations Act, Fiscal Year 2000 (H.R. 3194), which incor- 
porates the Intellectual Property and Communications Omnibus 
Reform Act of 1999 (S. 1948), and adjusts certain trademark 
fees to recover costs. 


Background 


Section 31(a) of the Trademark Act of 1946 (15 U.S.C. 1113(a)) 
authorizes the Commissioner of Patents and Trademarks to 
annually adjust the fees established for the filing and processing 
of trademark applications, for the registration of trademarks 
and other marks, and for all other services performed by the 
PTO related to trademarks and other marks, to reflect aggregate 
fluctuations in the Consumer Price Index (CPI) during the 
previous twelve months. Trademark processing fees have not 
been adjusted since 1993, when the application fee was 
adjusted. Other trademark fees have not been changed since 
1982. 


As aresult of increases in filings, efforts to reduce the pendency 
of trademark applications before the PTO, and to reduce the 
backlog of unexamined cases, the PTO has hired additional 
trademark examining attorneys and instituted an electronic 
filing system for trademark applications. Current trademark 
fee rates are insufficient to recover these additional costs. In 
addition, the PTO has employed activity-based cost accounting 
principles and systems on an agency-wide basis to measure the 
full cost of patent and trademark activities, including indirect 
costs.To fully recover the cost of all trademark activities, 
including indirect trademark operation costs, the PTO needs 
to adjust trademark fees sufficiently to recover an estimated 
$30 million in fiscal years 2000 and 2001. H.R. 3194 (S. 1948) 
authorizes the Commissioner to make such an adjustment to 
trademark fees. 


Patent fees were adjusted in 1998 as a result of Public Law 
105-358. Public Law 105-358 set: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 
U.S.C. 41(a)(4)(A)) at $760 ($380 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the International Searching Authority (ISA) 
but not the International Preliminary Examining Authority 
(IPEA) (35 U.S.C. 41(a)(10)) at $760 ($380 for a small entity); 
and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) at 
$940 ($470 for a small entity). 


The Commissioner may also adjust fees set forth in 35 U.S.C. 
41(a) and (b) to reflect any fluctuations in the Consumer Price 
Index (CPI) during the previous twelve months. See 35 U.S.C. 
41(f). With the recent implementation of activity-based cost 
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accounting principles and systems on an agency-wide basis, 
the PTO recognized that patent fee revenue has been partially 
offsetting the indirect trademark operation costs. Since H.R. 
3194 (S. 1948) authorizes the Commissioner to adjust trade- 
mark fees to fully cover the costs of trademark operations, an 
adjustment to selective patent fees is necessary in fiscal year 
2000 because those fees will no longer be needed to offset 
indirect trademark operation expenses. Thus, H.R. 3194 (S. 
1948) reduces: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 
U.S.C. 41(a)(4)(A)) to $690 ($345 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the ISA but not the IPEA (35 U.S.C. 
41(a)(10)) to $690 ($345 for a small entity); and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) to 
$830 ($415 for a small entity). 


This final rule conforms the patent fees set forth in 37 CFR 
1.16(a) and (h), 1.20(e), and 1.492(a)(2) to the fee amounts 
specified in H.R. 3194 (S. 1948). Specifically, §§ 1.16(a) and 
(h), and 1.492(a)(2) are amended to correspond to the patent 
fees specified in amended 35 U.S.C. 41(a). Section 1.20(e) is 
amended to indicate the patent fee specified in amended 35 
U.S.C. 41(b). This final rule also adjusts two patent fees that 
track the basic filing fee. Sections 1.17(r) and (s) are reduced 
to correspond to the basic filing fee provided in 35 U.S.C. 
41(a)(1)(A), as amended by H.R. 3194 (S. 1948). 


Section 1.53(d), which relates to a continued prosecution appli- 
cation (CPA), is not being revised by this final rule. However, 
it should be noted that section 1.53(d)(3) requires payment of 
the basic filing fee as set forth in 37 CFR 1.16. 


Section 41(g) of title 35, United States Code, provides that new 
fee amounts established by the Commissioner under section 41 
may take effect 30 days after notice in the Federal Register 
and the Official Gazette of the Patent and Trademark Office. 


In addition, this final rule adjusts trademark fees set forth in 
37 CFR 2.6(a)(1), (a)(4), (a)(5), (a)(13), (a)(16), and (a)(17), 
to recover costs. 


Section 31 of the Trademark Act of 1946 (15 U.S.C. 1113(a)), 
allows new trademark fee amounts to take effect 30 days after 
notice in the Federal Register and the Official Gazette of the 
Patent and Trademark Office. 


A comparison of the current fee amounts and the new fee 
amounts for fiscal year 2000 is included as an Appendix to 
this final rule. 


termining the correct fe ount ow 


The following subsections detail the procedures for determining 
the fees owed during the transition to the new fee schedule. 


Fees owed may be affected by proper use of a Certificate of 
Mailing or Transmission under § 1.8(a)(1), or use of “Express 
Mail Post Office to Addressee” under § 1.10(a). 


Items for which a Certificate of Mailing or Transmission under 
§ 1.8(a)(1) is not proper include, for example, national 
(including a continued prosecution application (CPA) under § 
1.53(d)) and international patent applications, and trademark 
applications. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States 
Postal Service (USPS) is considered filed or received in the 
Office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


a. The post issuance fee for patents under 35 U.S.C. 41(b) 


Section 41(b) of title 35, United States Code, provides for 
maintenance fees. Any maintenance fee amount that is paid on 
or after the effective date of the final fee adjustment will be 
subject to the new fee. 


If a Certificate of Mailing or Transmission was used, and was 
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proper under § 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; 
or 


(2) the fee in effect on the date of mailing indicated on a 
proper Certificate of Mailing or Transmission under § 1.8(a)(1). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


b. The filing fee for patent applications filed under 35 U.S.C. 
111 and 37 CFR 1.53 


Section 111 of title 35, United States Code, provides for the 
filing of a patent application with the PTO. If the filing fee 
for an application filed under 35 U.S.C. 111 is received when 
the application is filed, the filing fee required is the filing fee 
in effect on the filing date assigned to the application. If the 
PTO receives the filing fee on a date later than the filing date 
assigned to the application, the filing fee required is the higher 
of: 


(1) the filing fee in effect on the filing date assigned to the 
application; or 


(2) the filing fee in effect on the date the PTO receives the 
filing fee. 


The filing fee includes the basic fee, excess claims fees (if 
any), and the multiple dependent claim fee (if any), for claims 
present on filing (unless the excess or multiple dependent claims 
are canceled before the filing fee is paid). Of course, if the 
basic filing fee is received on a date later than the filing date 
assigned to the application filed under 35 U.S.C. 111, a sur- 
charge as set forth in § 1.16(e) is also required. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for national (including a continued prosecution 
application (CPA) under § 1.53(d)) and international patent 
applications. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


c. The fees for international patent applications entering the 
national stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


Section 371 of title 35, United States Code, provides for the 
national stage filing of a patent application under the Patent 
Cooperation Treaty. The basic national fee for an international 
application entering the national stage is due not later than the 
expiration of 20 months from the priority date in the interna- 
tional application (or 30 months from the priority date if the 
United States was elected prior to the expiration of 19 months 
from the priority date). The amount of the basic national fee 
that is required to be paid is the basic national fee in effect on 
the date the full fee is received. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for international patent applications. See 37 
CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


d. For filing trademark applications under 15 U.S.C. 1051 


Section 1051 of title 15, United States Code, provides for the 
filing of trademark applications. The initial filing fee required 
for a trademark application filed under 15 U.S.C. 1051 is the 
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filing fee in effect on the filing date assigned to the application. 


Under § 1.6, documents are considered filed as of the date of 
receipt at the PTO, unless the documents are filed under § 1.10, 
which provides for filing by Express Mail. Under § 1.10(a), any 
correspondence delivered by the “Express Mail Post Office to 
Addressee” service of the USPS is considered filed or received 
in the Office on the date of deposit with the USPS. The date 
of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for filing a trademark application. See 37 CFR 
1.8(a)(2). 


Under § 2.21(a)(5), a trademark applicant must submit the 
filing fee for at least one class of goods or services before 
the application can be given a filing date. If the trademark 
application is accompanied by the fee for at least a single class 
of goods or services, but does not include fees sufficient to 
cover all the classes in the application, the application will be 
given a filing date, and the applicant will be required to submit 
the fees for the additional class(es) during examination. If 
the applicant submits fee(s) for additional class(es) after the 
application filing date, the fee(s) in effect on the date the fee(s) 
for the additional class(es) is received at the PTO will apply. 
The applicant may use a Certificate of Mailing or Transmission 
under § 1.8(a)(1) to file the additional fee(s). 





e. For all other trademark process fees affected by this notice. 


For trademark process fees other than the initial fee for filing 
a trademark application, the applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1). If a Certificate of 
Mailing or Transmission is used to mail or transmit the fee, 
and the Certificate meets the requirements of § 1.8(a)(1), the 
fee in effect on the date indicated on the Certificate of Mailing 
or Transmission will apply. 


Owners of registered trademarks should note that failure to 
timely submit the required fee for an affidavit of continued 
use or excusable nonuse under 15 U.S.C. 1058, or a renewal 
application under 15 U.S.C. 1059, may also result in a defi- 
ciency surcharge under 15 U.S.C. 1058(c)(2) or 15 U.S.C. 
1059(a). See §§ 2.164 and 2.185. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


This final rule adjusts certain patent fees and trademark fees 
indicated in Parts 1 and 2 of title 37, Code of Federal Regula- 
tions, to the fee amounts set by law or provided for by law. 
Therefore, prior notice and an opportunity for public comment 
are not required pursuant to 5 U.S.C. 553(a)(2) (or any other 
law). As prior notice and an opportunity for public comment 
are not required pursuant to 5 U.S.C. 553, or any other law, 
the analytical requirements of the Regulatory Flexibility Act, 
5 U.S.C. 601 et seq., are inapplicable. 


Lists of Subjects 

37 CFR Part | 

Administrative practice and procedure, Inventions and patents, 

Reporting and record keeping requirements, Small businesses. 
Part 1 - Rules of Practice in Patent Cases 

1.The authority citation for 37 CFR Part | continues to read 

as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) and (h), 
to read as follows: 


§ 1.16 National application filing fees. 





(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) ............scsccsssessssceeneeseeses $345.00 
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By other than a small entity .................:.:ccscceseeseeeees $690.00 


KKK 
(h) Basic fee for filing each reissue application: 


Wy Mi SOME OR 0G ND) sss ccccesccssvesonnnciessced $345.00 
By other than a small entity $690.00 


KKKAK 


3. Section 1.17 is amended by revising paragraphs (r) and (s), 
to read as follows: 


§ 1.17 Patent application processing fees. 


KKKKK 





(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) ...............:cssscesseeeseeeeeeee 345.00 

By other than a small entity $690.00 
(s) For each additional invention requested to be examined 
under §1.129(b): 


By a small entity (§ 1.9(f)) .............:cseseeeeeeeseeseee 345.00 
By other than a small entity .....................:scseseeseeees $690.00 


4. Section 1.20 is amended by revising paragraph (e) to read 
as follows: 

§ 1.20 Post issuance fees. 

a KK 

(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 


December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


ek KK 

5. Section 1.492 is amended by revising paragraph (a)(2) to 
read as follows: 

} 1.492 National stage fees. 

* KKK 

eats 

KKK 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as an Interna- 
tional Searching Authority: 


Dy BE amy CG EDD) nian noises ceciscccssviscorens $345.00 
By other than a small entity $690.00 


KKKKK 
Part 2 - Rules of Practice in Trademark Cases 

1. The authority citation for 37 CFR Part 2 continues to read 

as follows: 

Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a)(1), (a)(4), 
(a)(5), (a)(13), (a)(16), and (a)(17), to read as follows: 


§ 2.6 Trademark fees. 





* KKK 


ja -* 


(1) For filing an application, per class................... $325.00 


OK 





1232 OG 94 
(62) 


(4) For filing a request under section 1(d)(2) of the Act for 
a six-month extension of time for filing a statement of use 
under section 1(d)(i) of the Act, per class 


(5) For filing an application for renewal of a registration, 
per class 


KKK 


(13) For filing an affidavit under § 15 of the 
ES TNE IN cas cosernsservsvccseccconds cases Sacsacesntscaensvtnnsseahen $200.00 


RAK 


(16) For filing a petition to cancel, per class 
(17) For filing a notice of opposition, per class......$300.00 


KKK 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


November 30, 1999 


[1229 OG 38] 


(62) Patent and Trademark Fees for Fiscal Year 2000 


The Commissioner of Patents and Trademarks is authorized 
by 35 U.C. 41(f) and 15 U.C. 1113(a) to adjust ecertain fees 
annually to reflect fluctuations in the Consumer Price Index 
(CPI). There will be no adjustment to patent or trademark fees 
to reflect fluctuations in the CPI for fiscal year 2000. However, 
the Patent and Trademark Office (PTO) is considering legisla- 
tive changes to adjust several patent and trademark fees, which 
could become effective in fiscal year 2000, to reflect changes 
in costs among business line activities, products and services. In 
addition, the Advance Notice of Proposed Rulemaking entitled 
“Changes to Implement the Patent Business Goals” that was 
published in the Federal Register at 63 Fed. Reg. 53530 
(October 5, 1999) and in the Official Gazette of the Patent and 
Trademark Office at 1215 OG 87 (October 27, 1998) would 
establish several new fees if it became a final rule. Future rule 
notices may also have an impact on patent and trademark fees. 

Patent and trademark customers may wish to refer to the 
official PTO Web site (www.uspto.gov) for the most current 
fee amounts. Official notices of any fee changes will appear 
in the Federal Register and the Official Gazette of the Patent 
and Trademark Office. 

Questions or comments concerning this notice should be 
forwarded to Matthew Lee by telephone at (703) 305-8051, or 
by fax at (703) 305-8007. 


Q. TODD DICKINSON 

Acting Assistant Secretary 

of Commerce and 

Acting Commissioner of Patents 
and Trademarks 


August 20, 1999 


[1226 OG 44] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 98-0713170-8289-03] 
RIN 0651-AA96 


(63) 


Revision of Patent Fees for Fiscal Year 1999 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Final Rule. 

cf3SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent cases to reduce patent 
“statutory” fee amounts to conform to the fee amounts set by 
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law in the United States Patent and Trademark Office Reautho- 
rization Act, Fiscal Year 1999 (Public Law 105-358). The PTO 
is reducing, by a corresponding amount, a few fees that track 
the statutory fees. The PTO is also reducing a non-statutory 
fee to reflect current business practice. This final rule super- 
sedes the final rule that was published on July 24, 1998, and 
corrected on September 3, 1998. 


EFFECTIVE DATE: The effective date for the amendments 
to the fee amounts in 37 CFR 1.16, 1.17(a) through (d), (1), 
and (m), 1.18, 1.20, and 1.492 is the date of enactment of 
Public Law 105-358 (November 10, 1998). The effective date 
for the amendments to the fee amounts in 37 CFR 1.17(r) and 
(s), and 1.21(a)(6)(ii) is December 8, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, by facsimile at (703) 305- 
8007, or by e-mail at matthew.lee @uspto.gov. 


SUPPLEMENTARY INFORMATION: This final rule 
adjusts PTO fees in accordance with the United States Patent 
and Trademark Office Reauthorization Act, Fiscal Year 1999 
(Public Law 105-358). 


Background 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
The fees established under 35 U.S.C. 41(a) and (b) are referred 
to as the “statutory” fees. Subsection 41(f) of title 35, United 
States Code, provides that fees established under 35 U.S.C. 
41(a) and (b) may be adjusted on an annual basis to reflect 
fluctuations in the Consumer Price Index (CPI). Section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (amended 
by section 8001 of Public Law 103-66) provided that there 
would be a surcharge on all fees established under 35 U.S.C. 
41(a) and (b). This surcharge provision was scheduled to expire 
on October 1, 1998. 


Against this background, the PTO published a final rule in the 
Federal Register of July 24, 1998, that revised patent fees for 
fiscal year 1999 (63 FR 39731). See also 63 FR 46891 (Sep- 
tember 3, 1998) (correcting one of the fee amounts specified 
in the July 24, 1998 final rule).The final rule had an effective 
date of October 1, 1998. The notice provided that if superseding 
legislation were passed, the PTO would publish a document 
in the Federal Register to ensure that the fees established under 
the final rule would not take effect. 


Superseding legislation was passed. First, a series of continuing 
resolution appropriations bills were enacted that maintained 
PTO fee amounts at fiscal year 1998 rates from October 1, 
1998, through October 21, 1998. See H.J. Res. 128, P.L. 105- 
240; H.J. Res. 133, P.L. 105-249; H.J. Res. 134, P.L. 105-254; 
H.J. Res. 135, P.L. 105-257; H.J. Res. 136, P.L. 105-260; and 
H.J. Res. 137, P.L. 105-273. In response, the PTO published 
a final rule in the Federal Register of October 1, 1998, which 
delayed the effective date of the July 24, 1998 final rule(63 
FR 46891). 


Second, the Omnibus Consolidated and Emergency Supple- 
mental Appropriations Act, 1999 (P.L. 105-277) was signed 
by the President on October 21, 1998. It maintained patent fees 
at their September 30, 1998 (fiscal year 1998) rates through 
either enactment of a reauthorization statute, or if no such 
statute, then June 15, 1999. Thus, it also superseded the PTO’s 
July 24, 1998 final rule. 


Finally, the United States Patent and Trademark Office Reau- 
thorization Act, Fiscal Year 1999 (Public Law 105-358) was 
signed by the President on November 10, 1998. Public Law 
105-358 amends 35 U.S.C. 41(a) and (b) and, thus, statutorily 
resets 35 U.S.C. 41(a) and (b) fees. That is, the fees established 
under 35 U.S.C. 41(a) and (b)—which in previous years had 
been determined using a base amount, a surcharge amount, and 
cumulative CPI adjustments—are for the balance of fiscal year 
1999 set at the amounts specified in Public Law 105-358. (In 
future years, these fees may be adjusted to reflect fluctuations 
in the CPI.) 


This final rule conforms the patent fees set forth in 37 CFR 
1.16, 1.17(a) through (d), (1), and (m), 1.18, 1.20, and 1.492 
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to the fee amounts specified in Public Law 105-358. Specifi- 
cally, it amends the following sections to correspond to the 
patent fees specified in amended 35 U.S.C. 41(a): 


16 (paragraphs (a) through (d), and (f) through (j)), 
17 (paragraphs (a) through (d), (1) and (m)), 

18 (paragraphs (a) through (c)), and 

.492 (paragraphs (a) through (d)). 


1. 
3 
i. 
l 


Section 1.20 (paragraphs (d) through (g)) is amended to indicate 
the patent fees specified in amended 35 U.S.C. 41(b). 


This final rule also adjusts two fees that track statutory fees, 
and one non-statutory fee. Section 1.17, paragraphs (r) and (s), 
is reduced to correspond to the fee provided in 35 U.S.C. 
41(a)(1)(A), as amended by Public Law 105-358. Section 
1.21(a)(6)(ii) is being reduced to reflect current business prac- 
tice. The adjustment to section 1.21(a)(6)(ii) was announced 
in the July 24, 1998 final rule. 


Public Law 105-358 supersedes Public Law 105-277. The 
present notice therefore supersedes any and all prior notices 
or corrections revising patent fees for fiscal year 1999. 


A comparison of the September 30, 1998 fee amounts (i.e., 
the fiscal year 1998 fee amounts) and the new fee amounts for 
fiscal year 1999 is included as an Appendix to this final rule. 


Procedures for determining the fee owed during the transition 
to the new fee schedule. With two exceptions, any fee amount 
that is paid on or after the effective date of the final fee adjust- 
ment would be subject to the new fees then in effect. As will 
be further explained below, the two exceptions are the filing 
fee required for a patent application filed under 35 U.S.C. 111 
and the national fee for an application entering the national 
stage under 35 U.S.C. 371. 


If a Certificate of Mailing or Transmission was used, and was 
proper under § 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; 
or 

(2) the fee in effect on the date of mailing indicated on a 
proper Certificate of Mailing or Transmission under § 1.8(a)(1). 


Items for which a Certificate of Mailing or Transmission under 
§ 1.8(a)(1) is not proper include, for example, Continued Prose- 
cution Applications (CPAs) under § 1.53(d) and other national 
and international applications for patents. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States 
Postal Service (USPS) is considered filed or received in the 
Office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


a. The filing fee for applications filed under 35 U.S.C. 111 
and 37 CFR 1.53 35 U.S.C. 111 provides for the filing of a patent 
application with the PTO. If the filing fee for an application filed 
under 35 U.S.C. 111 is received when the application is filed, 
the filing fee required is the filing fee in effect on the filing 
date assigned the application. If the PTO receives the filing 
fee on a date later than the filing date assigned the application, 
the filing fee required is the higher of: 


(1) the filing fee in effect on the filing date assigned the 
application; or 

(2) the filing fee in effect on the date the PTO receives the 
filing fee. 


The filing fee includes the basic fee, excess claims fees (if 
any), and the multiple dependent claim fee (if any), for claims 
present on filing (unless the excess or multiple dependent claims 
are canceled before the filing fee is paid). Of course, if the 
basic filing fee is received on a date later than the filing date 
assigned the application filed under 35 U.S.C. 111, a surcharge 
as set forth in § 1.16(e) is also required. 


b. The fees for international applications entering the national 
stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 
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35 U.S.C. 371 provides for the national stage filing of a patent 
application under the Patent Cooperation Treaty. The basic 
national fee for an international application entering the national 
stage is due not later than the expiration of 20 months from 
the priority date in the international application (or 30 months 
from the priority date if the United States was elected prior to 
the expiration of 19 months from the priority date). The amount 
of the basic national fee that is required to be paid is the basic 
national fee in effect on the date the full fee is received. 


The excess claim fees or the multiple dependent claim fee is 
the higher of: 


(1) the excess claims fees and the multiple dependent claim 
fee in effect on the date the PTO receives the basic national 
fee; or 

(2) the excess claims fees and the multiple dependent claim 
fee in effect on the date the PTO receives (any of) these fees. 


In this respect, the practice for determining the fees due for 
excess claims and any multiple dependent claim when entering 
into the national stage is analogous to the practice for applica- 
tions filed under 35 U.S.C. 111. 


Fees for claims which are added after entry into the national 
stage are determined by the fees in effect (for excess claims 
and multiple dependent claim) on the date the PTO receives 
the fee(s). 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be significant 
for purposes of Executive Order 12866. 


This final rule conforms the patent fees indicated in Part | of 
title 37, Code of Federal Regulations, to the patent fee amounts 
set by law. Therefore, prior notice and an opportunity for public 
comment are not required pursuant to 5 U.S.C. 553 (or any 
other law), and 30-day prior publication in the Federal Register 
and the Official Gazette of the Patent and Trademark Office 
is not required pursuant to 35 U.S.C. 41(f). As prior notice and 
an opportunity for public comment are not required pursuant to 
5 U.S.C. 553, or any other law, the analytical requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., are 
inapplicable 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part | - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through 
(d), and (f) through (j), to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) «...........:.000...0cccsesssnsserseos $380.00 
By other than a small entity 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


he | |) a een see! $39.00 
By other than a small entity 
(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
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of each claim in excess of 20 (Note that § 1.75(c) indicates how 
multiple dependent claims are considered for fee purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) A 
By other than a small entity .............c.ceeseseeeeeeeseeeee $310.00 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim (whether indepen- 
dent or dependent) in excess of 20 and also in excess of the 


number of claims in the original patent (Note that § 1.75(c) 
indicates how multiple dependent claims are considered for fee 


purposes. ): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


Bett td 


3. Section 1.17 is amended by revising paragraphs (a)(1) 
through (5), (b) through (d), (1), (m), (r), and (s), to read as 
follows: 


§ 1.17 Patent application processing fees. 
(a)*** 
(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) For reply within second month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 2.0... eesseeseseseseeees $380.00 


(3) For reply within third month: 


By a smail entity (§ 1.9(f)) 
By other than a small entity 


(4) For reply within fourth month: 
By a small entity (§ 1.9(f)) 


OFFICIAL GAZETTE 


Marcu 21, 2000 


By other than a small entity $1,360.00 


(5) For reply within fifth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity ................ccccsseeseeseseesees $300.00 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 0.0.0... csesseeesesesesees $300.00 


(d) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KRKAK 


(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application 
under 35 U.S.C. 111, 133, 364, or 371, or 


(2) For delayed payment of the issue fee under 35 U.S.C. 151 
(§ 1.137(a)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) For filing a petition: 
(1) For revival of an unintentionally abandoned application, or 


(2) For the unintentionally delayed payment of the fee for 
issuing a patent (§ 1.137(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KK 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


ay ce mare Sty CG BDI) nossa cscs cscs sesesciecnsscomntal $380.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) ..............sssccscscseseeesseeeees $215.00 
By other than a small entity 
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(c) Issue fee for issuing a plant patent: 


eH We MANU ONE OG EEE vo sviccsccnessssssossecsesansevcnes $290.00 
By other than a small entity ...................ssscssssseseeeees $580.00 


5. Section 1.20 is amended by revising paragraphs (d) through 
(g) to read as follows: 


§ 1.20 Post issuance fees. 


KK 


(d) For filing each statutory disclaimer (§ 1.321): 


i 0 A IL! | : ) Ree ee $55.00 
By other than a small entity $110.00 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


$1,455.00 


By a small entity (§ 1.9(f)) 
$2,910.00 


By other than a small entity 


RRO 


6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 
RK 
(a)*** 
(6)*** 


(ii) Regrading of afternoon section 


(Claim Drafting) $230.00 


KKK 


7. Section 1.492 is amended by revising paragraphs (a) through 
(d), to read as follows: 


§ 1.492 National stage fees. 


AR KK 


(a) The basic national fee: 


(1) Where an international preliminary examination fee as set 
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forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


Oy WM Ry CO TID asco ex cecrncceaceesesazsvsecsonce $335.00 
By other than a small entity $670.00 


(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as an Interna- 
tional Searching Authority: 


By a small entity (§ 1.9(f)) ...........ccsesecseseeseseeeereneeee 380.00 
By other than a small entity 


(3) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid and no international search fee 
as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as set 
forth in §1.482 has been paid to the United States Patent and 
Trademark Office and the international preliminary examina- 
tion report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application has 
been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


BY I I UD va sacs scvcscnsenidestississssccevec $39.00 
By other than a small entity 


(c) In addition to the basic national fee, for filing or later 
presentation of each claim (whether independent or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes. ): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) $130.00 
By other than a small entity .................:cseseseeeseeseeees $260.00 


OK 


Q. TODD DICKINSON 
Deputy Commissioner of 
Patents and Trademarks 


December 2, 1998 





1232 OG 98 OFFICIAL GAZETTE Marcu 21, 2000 
(63) 

NOTE — The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. It will not appear 
in the Code of Federal Regulations. 


Appendix A - Comparison of Prior and New Reduced Fee Amounts 


— Indicates fees remain at FY 1998 amount 


DESCRIPTION 


1.16(a) Basic Filing Fee 
1.16(a) Basic Filing Fee (Small Entity) 
1.16(b) Independent Claims 
1.16(b) Independent Claims (Small Entity) 
1.16(c) Claims in Excess of 20 
1.16(c) Claims in Excess of 20 (Small Entity) 
1.16(d) Multiple Dependent Claims 
1.16(d) Multiple Dependent Claims (Small Entity) 
1.16(e) Surcharge - Late Filing Fee 
1.16(e) Surcharge - Late Filing Fee (Small Entity) 
1.16(f) Design Filing Fee 
1.16(f) Design Filing Fee (Small Entity) 
1.16(g) Plant Filing Fee 
1.16(g) Plant Filing Fee (Small Entity) 
1.16(h) Reissue Filing Fee 
1.16(h) Reissue Filing Fee (Small Entity) 
1.16(i) Reissue Independent Claims 
1.16(i) Reissue Independent Claims (Small Entity) 
1.16(j) Reissue Claims in Excess of 20 
1.16(j) Reissue Claims in Excess of 20 (Small Entity) 
1.16(k) Provisional Application Filing Fee 
1.16(k) Provisional Application Filing Fee (Small Entity) 
1.16(1) Surcharge - Incomplete Provisional App. Filed 
1.16(1) Surcharge - Incomplete Provisional App. Filed (Small Entity) 
1.17(a)(1) Extension - First Month 
1.17(a)(1) Extension - First Month (Small Entity) 
1.17(a)(2) Extension - Second Month 
1.17(a)(2) Extension - Second Month (Small Entity) 
1.17(a)(3) Extension - Third Month 
1.17(a)(3) Extension - Third Month (Small Entity) 
1.17(a)(4) Extension - Fourth Month 
1.17(a)(4) Extension - Fourth Month (Small Entity) 
1.17(a)(5) Extension - Fifth Month 
1.17(a)(5) Extension - Fifth Month (Small Entity) 
1.17(b) Notice of Appeal 
1.17(b) Notice of Appeal (Small Entity) 
1.17(c) Filing a Brief 
1.17(c) Filing a Brief (Small Entity) 
1.17(d) Request for Oral Hearing 
1.17(d) Request for Oral Hearing (Small Entity) 
1.17(h) Petition - Not All Inventors 
1.17(h) Petition - Correction of Inventorship 
1.17(h) Petition - Decision on Questions 
1.17(h) Petition - Suspend Rules 
1.17(h) Petition - Expedited License 
1.17(h) Petition - Scope of License 
1.17(h) Petition - Retroactive License 
1.17(h) Petition - Refusing Maintenance Fee 
1.17(h) Petition - Refusing Maintenance Fee - Expired Patent 
1.17(h) Petition - Interference 
1.17(h) Petition - Reconsider Interference 
1.17(h) Petition - Late Filing of Interference 
1.20(b) Petition - Correction of Inventorship 
.17(h) Petition - Refusal to Publish SIR 
.17(i) Petition - For Assignment 
.17(i) Petition - For Application 
.17(i) Petition - Late Priority Papers 
17) Petition - Suspend Action 
.17(i) Petition - Divisional Reissues to Issue Separately 
.17(i) Petition - For Interference Agreement 
17(i) Petition - Amendment After Issue 
.17(i) Petition - Withdrawal After Issue 
.17(i) Petition - Defer Issue 
17) Petition - Issue to Assignee 
17) Petition - Accord a Filing Date Under §1.53 
.17(i) Petition - Accord a Filing Date Under §1.62 
170i) Petition - Make Application Special 
.17Q) Petition - Public Use Proceeding 
1.17(k) Non-English Specification 
1.17(1) Petition - Revive Abandoned Appl. 
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Fee 
Code 
240 
141 
241 
112 
113 
126 
123 
123 
123 
146 
246 


149 
249 
142 
242 
143 
243 
[44 
244 
561 
562 
563 
564 
565 
566 
567 
568 
569 
570 
571 
572 
573 
574 
575 
576 
145 
147 
148 
248 
183 
283 
184 
284 
185 
285 


37 CFR 
Sec. 


170) 
.17(m) 
.17(m) 
.17(n) 
.17(0) 
.17(p) 
.17(q) 
.17(q) 
.17(q) 
.17(r) 
.17£r) 


-17(s) 
-17(s) 
.18(a) 
.18(a) 
.18(b) 
.18(b) 
.18(c) 
.18(c) 
-19(a)(1)(i) 
.19(a)(1)(ii) 
.19(a)(1)(iii) 
.19(a)(2) 
-19(a)(3)(i) 
.19(b)(1)(i) 
-19(b)(1)(ii) 
.19(b)(2) 
.19(b)(3) 
.19(b)(4) 
19(c) 
.19(d) 
.19(e) 
.19(f) 
.19(g) 
.19(h) 
.20(a) 
1.20(c) 
1.20(d) 
1.20(d) 
1.20(e) 
1.20(e) 
1.20(f) 
1.20(f) 
1.20(g) 
1.20(g) 
1.20(h) 
1.20(h) 
1.20(i)(1) 
1.20(i)(2) 
1.20()(1) 
1.20(j)(2) 
1.20(j)(3) 
1.21(a)(1)(i) 
1.21(a)(1)(ii) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(a)(6)(i) 
1.21(a)(6)(ii) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 
1.21(k) 
1.21()) 
1.21(m) 


Pee te feet pet tek pet fh et pet fet ph ph fh eh fh meh fh fh eh fet fee feet et fet 


U.S. PATENT AND TRADEMARK OFFICE 


DESCRIPTION 


Petition - Revive Abandoned Appl. (Small Entity) 

Petition - Revive Unintentionally Abandoned Appl. 
Petition - Revive Unintent Abandoned Appl. (Small Entity) 
SIR - Prior to Examiner’s Action 

SIR - After Examiner’s Action 

Submission of an Information Disclosure Statement (§1.97) 
Petition - Correction of Inventorship (Prov. App.) 

Petition - Accord a filing date (Prov. App.) 

Petition - Entry of submission after final rejection (Prov. App.) 
Filing a submission after final rejection (1.129(a)) 

Filing a submission after final rejection (1.129(a)) 

(Small Entity) 

Per add’l invention to be examined (1.129(b)) 

Per add’! invention to be examined (1.129(b)) (Small Entity) | 
Issue Fee 

Issue Fee (Small Entity) 

Design Issue Fee 

Design Issue Fee (Small Entity) 

Plant Issue Fee 

Plant Issue Fee (Small Entity) 

Copy of Patent 

Patent Copy - Overnight delivery to PTO Box or overnight fax 
Patent Copy Ordered by Expedited Mail or Fax - Exp. service 
Plant Patent Copy 

Copy of Utility Patent or SIR in Color 

Certified Copy of Patent Application as Filed 

Certified Copy of Patent Application as Filed, Expedited 
Cert or Uncert Copy of Patent-Related File Wrapper/Contents 
Cert. or Uncert. Copies of Office Records, per Document 
For Assignment Records, Abstract of Title and Certification 
Library Service 

List of Patents in Subclass 

Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 

Comparing and Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Small Entity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years(Small Entity) 

Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years(Small Entity) 

Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 

Surcharge - Maintenance Fee - 6 Months 

Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration - Unavoidable 
Surcharge - Maintenance After Expiration - Unintentional 
Extension of Term of Patent Under 1.740 

Initial Application for Interim Extension Under 1.790 
Subsequent Application for Interim Extension Under 1.790 
Application Fee (non-refundable) 

Registration examination fee 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 

Review of Decision of Director, OED 

Regrading of A.M. section (PTO Practice and Procedure) 
Regrading of P.M. section (Claim Drafting 

Establish Deposit Account 

Service Charge Below Minimum Balance 

Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Terminal Use APS-CSIR (per hour) 

Retaining abandoned application 

Processing Returned Checks 





FY 
1998 


$55 
$1,320 
$660 
$920 
$1,840 
$240 
$50 
$50 
$50 
$790 
$395 


$790 
$395 
$1,320 
$660 
$450 
$225 
$670 
$335 
$3 

$6 
$25 
$15 
$25 
$15 
$30 
$150 
$25 
$25 
$50 
$3 
$10 
$25 
$25 
$25 
$100 
$2,520 
$110 
$55 
$1,050 
$525 
$2,100 
$1,050 
$3,160 
$1,580 
$130 
$65 
$700 
$1,640 
$1,120 
$420 
$220 
$40 
$310 
$100 
$40 
$10 
$20 
$130 
$230 
$540 
$10 
$25 
$25 
$10 
$50 
$40 
$.25 | 
$40 
$25 
$40 
Actual Cost 
$50 
$130 





$50 | 
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FY 
1999 


$1,210 
$605 


(63) 
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(63) 


Fee 
Code 


37 CFR 
Sec. 


1.21(n) 
1.21(0) 

1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 
1.445(a)(2)(ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1)(ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)(10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)(16) 
2.6(a)(17) 
2.6(a)(18) 
2.6(a)(19) 
2.6(b)(1)(i) 
2.6(b)(1)(ii) 


2.6(b)(1 (iii) 
2.6(b)(2)(i) 
2.6(b)(2)(ii) 
2.6(b)(3) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)(10) 
2.6(b)(11) 


OFFICIAL GAZETTE 


DESCRIPTION 


Handling Fee - Incomplete Application 
Terminal Use APS-TEXT 

Coupons for Patent and Trademark Copies 
Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - Prior U.S. Application 

PCT Search Fee - No U.S. Application 
Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 
Searching Authority 

Searching Authority (Small Entity) 

PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 

Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) 

Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) 

Claims - Extra Total (Over 20) (Small Entity) 
Claims - Multiple Dependents 

Claims - Multiple Dependents (Small Entity) 
Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 
Application for Registration, Per Class 
Amendment to Allege Use, Per Class 

Statement of Use, Per Class 

Extension for Filing Statement of Use, Per Class 
Application for Renewal, Per Class 

Surcharge for Late Renewal, Per Class 
Publication of Mark Under §12(c), Per Class 
Issuing New Certificate of Registration 
Certificate of Correction of Registrant’s Error 
Filing Disclaimer to Registration 

Filing Amendment to Registration 

Filing Affidavit Under Section 8, Per Class 
Filing Affidavit Under Section 15, Per Class 
Filing Affidavit Under Sections 8 & 15, Per Class 
Petitions to the Commissioner 

Petition to Cancel, Per Class 

Notice of Opposition, Per Class 

Ex Parte Appeal to the TTAB, Per Class 
Dividing an Application, Per New Application Created 
Copy of Registered Mark 

Copy of Registered Mark, overnight delivery to PTO box 
or fax 


Copy of Reg. Mark Ordered Via Exp. Mail or Fax, Exp. Svc. 


Certified Copy of TM Application as Filed 

Certified Copy of TM Application as Filed, Expedited 
Cert. or Uncert. Copy of TM-Related File Wrapper/Contents 
Cert. Copy of Registered Mark, Title or Status 

Cert. Copy of Registered Mark, Title or Status - Expedited 
Certified or Uncertified Copy of TM Records 

Recording Trademark Property, Per Mark, Per Document 
For Second and Subsequent Marks in Same Document 
For Assignment Records, Abstracts of Title and Cert. 
Terminal Use X-SEARCH 

Self-Service Copy Charge 

Labor Charges for Services 

Unspecified Other Services 
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$3 
$6 


$25 
$15 
$30 
$50 
$15 
$30 
$25 
$40 
$25 
$25 
$40 
$0.25 
$40 
Actual Cost 


Marcu 21, 2000 
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(64) Partial Payment of Patent Fees 
During Period of October 10, 1998 
through October 20, 1998 


pursuant to Continuing Resolutions 


Further continuing resolutions have been signed by the Presi- 
dent maintaining patent fees for the period from October 10, 
1998 through October 20, 1998 at the amounts charged by the 
PTO on September 30, 1998. See H.J. Res. 133, 134, 135, 136 
and 137. These continuing resolutions provided the Commis- 
sioner with the special authority to recognize a partial payment 
of a fee. 


In view of these continuing resolutions, the PTO’s temporary 
policy on partial payments, which was published in the October 
27, 1998 Official Gazette, has been extended to the time period 
(October 10, 1998 through October 20, 1998) covered by H.J. 
Res. 133, 134, 135, 136 and 137. See “Partial Payment of 
Patent Fees During Period of October 1, 1998 through no later 
than October 9, 1998 pursuant to Continuing Resolution,” 1215 
Off Gaz. Pat. Office 117 (October 27, 1998). 


The special authority of the Commissioner to recognize a partial 
payment of a fee has not been extended beyond October 20, 
1998. 


Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile 
at (703) 308-6916, by telephone at (703) 305-9285, or by e- 
mail at john.gonzales@uspto.gov. 


November 6, 1998 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1217 OG 18] 


(65) Partial Payment of Patent Fees 
During Period of October 1, 1998 through 
no later than October 9, 1998 pursuant to 


Continuing Resolution 


Congress recently passed a continuing resolution which has 
been signed by the President that maintains patent fees at 
the amounts charged by the PTO on September 30, 1998 
for the period from October 1, 1998 through no later than 
Octzbder 9, 1998. See Pub. L. No. 105-240, § 117 (1998). 


This continuing resolution supersedes the final rule entitled 
Revision of Patent Fees for Fiscal Year 1999, which was pub- 
lished in the Federal Register at 63 Fed Reg. 39731 (July 24, 
1998), and reprinted in the Official Gazette at 1213 Off. Gaz. 
Pat. Office 153 (August 18, 1998). Section 117 of the continuing 
resolution authorizes the Commissioner, during the period of 
the continuing resolution, to recognize a partial payment of a 
fee and to require unpaid amounts to be paid within a time 
period set by the Commissioner. 


Under the above-mentioned authority provided by Section 
117 of the continuing resolution, if any patent fee is timely 
paid during the period covered by the resolution (October | 
through no later than October 9, 1998) in an amount which is 
at least equal to the fee published in the above-mentioned final 
rule but less than the fee set forth in the patent fee schedule 


in effect on September 30, 1998, the PTO will mail applicant 


a notice setting a time period in which the balance of the 
fee may be paid without any penalty, such as, payment of a 
surcharge required by 37 C.F.R. § 1.16(e), the abandonment 
of an application or the expiration of a patent. 


Examples of how the PTO will exercise the above-mentioned 
authority provided by Section 117 of the continuing resolution 
during the period from October | through no later than October 
9, 1998 with respect to the payment of: (1) a basic filing fee 
for an application under 35 U.S.C. § 111(a), (2) a basic national 
fee in an international application, and (3) a maintenance fee, 
are set forth in the following paragraphs. 


(1) If a nonprovisional application under 35 U.S.C. § 111(a) 
is filed with the oath or declaration required by 37 C.F.R. § 
1.51(b) and a basic filing fee which is at least equal to the 


U.S. PATENT AND TRADEMARK OFFICE 
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basic filing fee published in the above-mentioned final rule but 
is less than the basic filing fee in effect on September 30, 1998, 
the PTO will mail applicant a notice setting a time period in 
which the balance of the basic filing fee must be paid. If the 
balance is paid within the time period set by the notice, the 
surcharge set forth in 37 C.F.R. § 1.16(e) will not be required. 


(2) If the United States is an elected office in an international 
application, the applicant must pay the full basic national fee 
within 30 months from the priority date in order to avoid 
abandonment of the application. See 37 C.F.R. § 1.495(b). The 
amount of the basic national fee due is the fee in effect under 
35 U.S.C. § 41(a)(9) - (12) at the time the basic national fee 
is paid. If applicant timely pays a basic national fee which at 
least equals the basic national fee published in the above- 
mentioned final rule but is less than the basic national fee in 
effect on September 30, 1998, the PTO will mail applicant a 
notice setting a time period in which the balance of the basic 
national fee must be paid to avoid abandonment of the interna- 
tional application. If the balance is paid within the time period 
set by the notice (even if that time period extends beyond 30 
months from the priority date), the full basic national fee will 
be treated as being timely paid. If the balance is not paid within 
the time period set by the notice or the remainder of the period 
of 30 months from the priority date, if any, the full basic 
national fee will be treated as not having been paid and the 
intemational application will be abandoned. 


(3) If a maintenance fee is submitted (with the surcharge 
under 37 C.F.R. § 1.20(h) within the six-month grace period 
in 35 U.S.C. § 41(b)) which at least equals the applicable 
maintenance fee published in the above-mentioned final rule 
but is less than the applicable maintenance fee in effect on 
September 30, 1998, the PTO will mail applicant a notice 
setting a time period in which the balance of the applicable 
maintenance fee must be paid. If the balance is paid within the 
time period set by the notice (even if that time period extends 
beyond the six-month grace period in 35 U.S.C. § 41(b)), the 
maintenance fee will be treated as timely paid. If the balance 
is not paid within the time period set by the notice or the 
remainder of the six-month grace period in 35 U.S.C. § 41(b), 
if any, the maintenance fee will be treated as not having been 
paid and the patent will expire at the end of the six-month 
grace period in 35 U.S.C. § 41(b). 


Questions or comments concerning this notice should be 
forwarded to John F. Gonzales, Senior Legal Advisor, by fac- 
simile at (703) 308-6916, by telephone at (703) 305-9285, or 
by e-mail at john.gonzales @uspto.gov. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 1, 1998 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 980713170-8247-02] 
RIN 0651-AA96 
Revision of Patent Fees for Fiscal Year 1999 


(66) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule; Delay of effective date. 


SUMMARY: The Patent and Trademark Office (PTO) pub- 
lished a final rule in the Federal Register of July 24, 1998, 
that revised certain patent fee amounts for fiscal year 1999. 
Since then, a continuing resolution appropriations bill has been 
passed by the Congress and signed by the President. The contin- 
uing resolution maintains patent fees at their September 1998 
(fiscal year 1998) rates through October 9, 1998. This document 
delays the effective date of the PTO’s final rule until October 
10, 1998, unless it is superseded by law. 





1232 OG 102 
(67) 
DATES: The effective date of the final rule published at 63 
FR 46891, July 24, 1998, and corrected at 63 FR 46891, Sep- 
tember 3, 1998, is delayed until October 10, 1998, unless it is 
superseded by law. If this date is superseded by law, PTO will 
publish further notice in the Federal Register. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, fax at (703) 305-8007, 
or by mail marked to his attention and addressed to the Commis- 
sioner of Patents and Trademarks, Office of Finance, Crystal 
Park 1, Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and 
Trademark Office (PTO) published a final rule in the Federal 
Register of July 24, 1998, that revised certain patent fee amounts 
for fiscal year 1999 (63 FR 39731). See also 63 FR 46891 
(September 3, 1998) (correcting one of the fee amounts speci- 
fied in the July 24, 1998 final rule). Since then, a continuing 
resolution appropriations bill was passed by the Congress and 
signed by the President on September 25, 1998. See H.R. Res. 
128, P.L. 105-240 (1998). It maintains patent fees at their 
September 1998 (fiscal year 1998) rates through the period of 
the continuing resolution enacted on September 25, 1998, which 
expires October 9, 1998. The continuing resolution supersedes 
the July 24, 1998, final rule on revision of patent fees for fiscal 
year 1999. Accordingly, this notice delays the effective date 
of the final rule until October 10, 1998. Additional continuing 
resolutions could further extend the fiscal year 1998 fee rates 
into fiscal year 1999. 


Legislation is still pending in the Congess to set new patent 
fees for fiscal year 1999. If an appropriations or authorization 
bill authorizing new patent fees is enacted prior to the expiration 
of a continuing resolution, it will supersede the continuing 
resolution. Patent customers should refer to the official PTO 
website (www.uspto.gov), or call the PTO General Information 
Services Division at (703) 308-4357 or (800) PTO-9199, for 
the most current fee amounts and information. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Sep. 28, 1998 


[1215 OG 66] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
RIN 0651-AA96 


Revision of Patent Fees for Fiscal Year 1999; 
Correction 


(67) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule; Correction. 


SUMMARY: The Patent and Trademark Office published a 
document revising certain patent fee amounts for fiscal year 
1999 in the Federal Register of July 24, 1998. Inadvertently, 
an incorrect fee amount was stated for a national stage fee in 
section 1.492(a)(5). This document corrects this national stage 
fee amount for fiscal year 1999. 


EFFECTIVE DATE: October 1, 1998. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, fax at (703) 305-8007, 
or by mail marked to his attention and addressed to the Commis- 
sioner of Patents and Trademarks, Office of Finance, Crystal 
Park 1, Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: The Patent and 
Trademark Office published a final rule entitled “Revision of 
Patent Fees for Fiscal Year 1999” in the Federal Register of 
July 24, 1998 (63 FR 39731). The final rule contains an error 
for a national stage fee in section 1.492(a)(5). The fee amount 
for fiscal year 1999 was incorrectly stated as $395.00 for a 
small entity, and $790.00 for other than a small entity. This 
correction revises this national stage fee amount. 


OFFICIAL GAZETTE 
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In the “Revision of Patent Fees for Fiscal Year 1999” final 
rule that was published in the Federal Register of July 24, 
1998 (63 FR 39731), make the following correction. On page 
39734, in the third column, change the national stage fee amount 
for section 1.492(a)(5) to $345.00 for a small entity, and 
$690.00 for other than a small entity. 


KENNETH R. CORSELLO 


August 28, 1998 
Associate Solicitor 
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(68) Notification Regarding Reduced Patent Fee 


Schedule Effective October 1, 1998 


All patent applicants and owners should be aware of the 
current uncertainty as to what patent fees wili be in effect 
on October 1, 1998, when filing correspondence involving 
fees, such as new application filing fees, extension of time 
fees, issue fees, and maintenance fees. Trademark fees are 
not affected. 


On October 1, 1998, the patent fee surcharge established in 
the Omnibus Budget Reconciliation Act of 1990 will expire. 
As a result, until Congress acts to set new patent fees, the 
patent statutory fees authorized under title 35, United States 
Code, sections 41(a) and (b), will fall automatically to pre- 
surcharge levels plus Consumer Price Index (CPI) adjustments 
on October 1, 1998. 


Both houses of Congress have initiated action to set new 
patent fees. The Senate has passed an appropriations bill, S. 
2260, and the House has passed an authorization bill, H.R. 
3723, both of which would reduce patent fees from their current 
level, but not by as much as the fees would decline in the 
absence of Congressional action. Also, if no PTO appropriations 
legislation passes before October 1, Congress may enact a 
continuing resolution which could affect the patent fee 
schedule. Any of these legislative actions may occur at any 
time before, on or after October 1, 1998. 


Anticipating the possiblity that congress might not act by 
October 1, 1998, the PTO published a final rule in the Federal 
Register establishing a fee schedule to take effect on October 
1, 1998. This fee schedule appeared in the Federal Register 
on July 24, 1998, in Volume 63, Number 142, pages 39731 to 
39737, and in the Official Gazette of the Patent and Trademark 
Office on August 18, 1998, in Volume 1213, pages 153 to 
160. 


See Appendix A at the end of Federal Register and Official 
Gazette final rule notices for an easy to follow schedule of 
the new fees. 


The Federal Register notice, including helpful Appendix A, 
may be easily found on the PTO’s Web site as explained below. 
The final rule would reduce patent fees. reflect the expiration 
of the surcharge plus fluctuations in the CPI, and assumes no 
Congressional action prior to October 1, 1998. The fee levels 
that would be established should either S. 2260 or H.R. 3723 
be enacted may also be found in the third (H.R. 3723) column 
of the previously mentioned Appendix A. 


Under normal circumstances, patent fees are set forth in 37 
C.F.R. §§ 1.16 through 1.21 and 1.492. As discussed above, 
however, it is possible that legislation will be enacted that 
supersedes the patent fees specified in 37 C.F.R. §§ 1.16 through 
1.21 and 1.492. If this happens, the fees in effect are those fees 
set forth in the enacted legislation (and not the fees specified in 
37 C.F.R. §§ 1.16 through 1.21 and 1.492). Therefore, it is 
also possible that there will be a gap in time during which 37 
C.F.R. §§ 1.16 through 1.21 and 1.492 do not accurately set 
forth the patent fees in effect. When legislation is enacted to 
reset patent fees, the PTO will publish in the Federal Register 
and in the Official Gazette an official notice setting forth the 
patent fee schedule to be followed, and will post the patent fee 
schedule on the PTO’s Web site. 
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The final rule stated, in the section entitled “General Proce- 
dures” that “[a]ny fee amount that is paid on or after the effective 
date of the final fee adjustment will be subject to the new fees 
then in effect.“ While this statement is correct for most patent 
fees, it is not correct with respect to the filing fee required for 
a patent application filed under 35 U.S.C. § 111 or the national 
fee for an application entering the national stage under 35 
U.S.C. § 371. A correct statement of these fees is set forth 
below in this notice. 


If you want to know what fee to pay when filing corre- 
spondence, you should refer to the PTO’s Web site (www.us- 
pto.gov), or contact the PTO General Information Services 
Division at (703) 308-4357 or (800) PTO-9199 for the most 
current fee amounts and information. 


As passage of the pending fee legislation is uncertain, the 
PTO will proceed under the assumption that the fee changes 
set forth in the final rule will become effective on October 1, 
1998. In view of the scheduled reduction in patent application 
fees effective on October 1, 1998, this notice is intended to 
clarify: (1) the filing fee required to be paid for a patent applica- 
tion filed under 35 U.S.C. § 111 prior to October 1, 1998 where 
the fee is not actually received until on or after October 1, 
1998; (2) the basic national fee and the fees for excess and 
multiple dependent claims required for international applica- 
tions entering the national stage under 35 U.S.C. § 371; and 
(3) the applicability of Certificate of Mailing and “Express 
Mail” practice to the fee in effect on the date of payment. 


Patent Application Filing Fee For Application Filed Under 
35 U.S.C. § 111 and 37 C.F.R. § 1.53 





If the filing fee is received when the application is filed, the 
filing fee required in an application filed under 35 U.S.C. § 
111 is the filing fee in effect on the filing date assigned the 
application. If the filing fee is received on a date later than the 
filing date assigned the application, the filing fee required in 
an application filed under 35 U.S.C. § 111 is the higher of: 
(1) the filing fee in effect on the filing date assigned the applica- 
tion; or (2) the filing fee in effect on the date the filing fee is 
received. The filing fee includes the basic fee, excess claims 
fees (if any), and the multiple dependent claim fee (if any), 
for claims present on filing (unless the excess or multiple 
dependent claims are canceled before the filing fee is paid). 
Of course, if the basic filing fee is received on a date later 
than the filing date assigned the application filed under 35 
U.S.C. § 111, a surcharge as set forth in 37 C.F.R. § 1.16(e) 
is also required. 


The current rules (37 C.F.R. §§ 1.53(f) and (g)) are designed 
to discourage the filing of an application without the basic 
filing fee by imposing a financial penalty in the form of a 
surcharge when the basic filing fee is received later than the 
filing date assigned the application. Therefore, delaying the 
payment of the filing fee in an application under 35 U.S.C. § 
111 will not reduce the filing fee required to be paid in the 
application. For example, the filing fee required to be paid in 
an application under 35 U.S.C. § 111 filed before October 1, 
1998 cannot be reduced by delaying the payment of the filing 
fee until on or after October 1, 1998. 


It is not recommended that the filing of any application be 
delayed until October 1, 1998 for the purpose of paying a 
reduced filing fee because: (1) a delay in filing an application 
could adversely affect the patentability of the application (see, 
e.g.. 35 U.S.C. § 102(b)); and (2) it is uncertain as to what 
fees will be in effect on and after October 1, 1998. 


ee: r tional ion Enteri e National 


Fees For International Application Entering The National 
Stage Under 35 U.S.C. § 371 and 37 C.F.R. §§ 1.494 or 1.495 


The basic national fee for an international application 
entering the national stage is due not later than the expiration 
of 20 months from the priority date in the international applica- 
tion (or 30 months from the priority date if the United States 
was elected prior to the expiration of 19 months from the 
priority date), and the amount of the basic national fee that is 
required to be paid is the basic national fee in effect on the 
date the full fee is received. 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 103 
(68) 


If the reduced basic national fee scheduled to be effective 
on October 1, 1998 does take effect, even for a limited period 
of time, or if a different reduced fee schedule is set forth in 
enacted legislation, applicants may take advantage of such a 
reduction in fees. This is because the amount required to be 
paid for the basic national fee is determined by the fees in 
effect on the date the basic national fee is received. Applicants 
are cautioned, however, that the full basic national fee must 
be paid within the permitted (20 or 30 months) period for 
payment of the basic national fee, delaying payment of the 
basic national fee may cause a later date under 35 U.S.C. § 
102(e) to be accorded to any patent issuing on the application, 
and, as previously noted, it is uncertain what fees will be in 
effect on and after October 1, 1998. 


The excess claim fees or the multiple dependent claim fee 
required to be paid is the higher of: (1) the excess claims fees 
and the multiple dependent claim fee in effect on the date the 
basic national fee is received; or (2) the excess claims fees and 
the multiple dependent claim fee in effect on the date (any 
of) these fees are received. In this respect, the practice for 
determining the fees due for excess claims and any multiple 
dependent claim when entering into the national stage is analo- 
gous to the practice for applications filed under 35 U.S.C. § 
111. 


Fees for claims which are added after entry into the national 
stage are determined by the fees in effect (for any excess claims 
and any multiple dependent claim) on the date the fee(s) are 
received. 


All Other Patent Fees 


The fee required to be paid for all other patent fees is the 
fee in effect on the date the fee is received (see “Certificate 
of Mailing or Transmission under 37 C.F.R. § 1.8(a)(1)” and 
“Correspondence filed by ‘Express Mail,” discussed below). 


ertificate of Mailing or Transmission under 37 C.F.R. 


1.8(a)(1) 


For those items for which a Certificate of Mailing or Trans- 
mission under 37 C.F.R. §§ 1.8(a)(1) is proper, the fee required 
is the lower of: (1) the fee in effect on the date of receipt of 
the fee; or (2) the fee in effect on the date of mailing indicated 
on a proper Certificate of Mailing or Transmission under 37 
C.F.R. § 1.8(a)(1). Items for which a Certificate of Mailing or 
Transmission under 37 C.F.R. § 1.8(a)(1) is not proper include, 
for example, Continued Prosecution Applications under 37 
C.F.R. § 1.53(d) and other national and international applica- 
tions for patents, see 37 C.F.R. § 1.8(a)(2). 


Correspondence Filed by “Express il” 


Under 37 C.F.R. § 1.10(a), any correspondence delivered 
by the “Express Mail Post Office to Addressee” service of the 
United States Postal Service (USPS) is considered filed or 
received in the Office on the date of deposit with the USPS. 
The date of deposit with the USPS is shown by the “date-in” 
on the “Express Mail” mailing label or other official USPS 
notation. 


Questions or comments concerning this notice should be 
forwarded to John F. Gonzales, Senior Legal Advisor, by fac- 
simile at (703) 308-6916, by telephone at (703) 305-9285, or 
by e-mail at john.gonzales @uspto.gov. 


Q. TODD DICKINSON 

Acting Assistant Secretary 

of Commerce and Commissioner 
of Patents and Trademarks 


September 9, 1998 


{1214 OG 130] 
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(69) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No. 980713170-8170-01] 
RIN 0651-AA96 


Revision of Patent Fees 
for Fiscal Year 1999 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent cases, to adjust patent 
statutory fee amounts to reflect the expiration of the surcharge 
established by the Omnibus Reconciliation Act of 1990, as 
amended, and fluctuations in the Consumer Price Index (CPI). 
Also, a few fees that track statutory fees asr being correspond- 
ingly adjusted, and a non-statutory fee is being reduced to 
recover cost. 


Patent statutory fees consist of a fee amount pursuant to title 35, 
United States Code; annual adjustments to reflect fluctuations in 
the CPI; and a surcharge, established by the Omnibus Budget 
Reconciliation Act of 1990, as amended. The intent of the 
surcharge was to finance the cost of operating the PTO from 
user fees, rather than from taxes paid to the general fund of 
the United States Treasury. In fiscal year 1998, the surcharge 
will raise $119,000,000. The surcharge will expire at the end 
of fiscal year 1998. To replace the surcharge and to ensure 
continued user-fee funding of PTO’s operations, legislation has 
been introduced in the Congress, namely, H.R. 3989 and H.R. 
3723. Should either legislation or an alternative be enacted, 
the PTO will publish a document in the Federal Register to 
ensure that this final rule and the fees established will not take 
effect. 


This final rule assumes that no legislative change to patent fees 
will take place before October 1, 1998. This final rule adjusts 
patent fees to reflect the expiration of the surcharge established 
by the Omnibus Budget Reconciliation Act of 1990, as 
amended, and to reflect fluctuations in the CPI over the previous 
twelve months. 


Effective Date: October 1, 1998. 


For Further Information Contact: Matthew Lee by telephone 
at (703) 305-8051, fax at (703) 305-8007, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Office of Finance, Crystal Park 1, Suite 802, 
Washington, D.C. 20231. 


Supplementary Information: This final rule adjusts PTO fees 
in accordance with the applicable provisions of title 35, United 
States Code, and the Patent and Trademark Office Authoriza- 
tion Act of 1991 (Public Law 102-204). 


Legislation has been introduced in the Congress, namely H.R. 
3989 and H.R. 3723, to replace the surcharge and to ensure 
continued user-fee funding of PTO’s operations. H.R. 3989 
would re-establish patent statutory fees at the fiscal year 1998 
fee levels. For patent customers, H.R. 3989 would not change 
fee levels; it would simply include the current surcharge and 
previous years’ annual inflation adjustments within the statu- 
tory fees, in accordance with the President’s budget. The Presi- 
dent’s budget further proposes to rescind $66,342,000 of PTO’s 
fiscal year 1998 budget authority, and an additional 
$50,000,000 in fees collected in fiscal year 1999, for a total 
recission of $116,342,000. 


H.R. 3723 would re-establish patent statutory fees below the 
levels proposed in H.R. 3989. The total amount collected under 
H.R. 3723 is expected to be $50,000,000 less than would be 
collected under H.R. 3989. H.R. 3723 does not assume recission 
of PTO budget authority from fees collected in fiscal year 1999. 
(A comparison of fee amounts for fiscal year 1998, this final 
rule for fiscal year 1999, H.R. 3723, and H.R. 3989 is included 
as an Appendix to this final rule.) 
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In the absence of the enactment of these bills, or any other 
positive action by the Congress before October 1, 1998, certain 
patent fees will revert to their statutory levels, as adjusted for 
previous years’ annual fluctuations in the CPI. Should this 
occur, and PTO not increase fees by CPI fiscal year 1999, PTO 
fee collections in fiscal year 1999 would be $182,000,000 less 
than would be collected under H.R. 3989 and the President’s 
budget proposal, and $132,000,000 less than would be collected 
under H.R. 3723. 


This final rule assumes that these bills- and any other statutory 
change to patent fees-will not be enacted before October 1, 
1998. This final rule adjusts patent fees to reflect the expiration 
of the surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and to reflect fluctuations in the 
CPI over the previous twelve months. Fees collected under this 
final rule in fiscal year 1999 would be $171,000,000 less than 
would be collected under H.R. 3723. 


Patent customers should be aware that legislative changes to 
patent fees superceding this final rule may occur. If such 
changes occur, the PTO will publish a document in the Federal 
Register to ensure that this final rule and the fees established 
herein will not take effect. Patent customers may wish to refer 
to the official PTO wbsite (www.uspto.gov) for the most current 
fee amounts. Official notices of any fee changes will appear 
in the Federal Register and the Official Gazette of the Patent 
and Trademark Office. 


Background: 


Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 376. 
A fifty percent reduction in the fees paid under 35 U.S.C. 41(a) 
and (b) by independent inventors, small business concerns, 
and nonprofit organizations who meet prescribed definitions 
is required by 35 U.S.C. 41(h). 


Subsection 41(f) of title 35, United States Code, provides that 
fees established under 35 U.S.C. 41(a) and (b) may be adjusted 
on October 1, 1992, and every year thereafter, to reflect fluctua- 
tions in the Consumer Price Index (CPI) over the previous 12 
months. 


Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent, and for library 
services. 


Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 


Subsection 41(g) of title 35, United States Code, provides that 
new fee amounts established by the Commissioner under sec- 
tion 41 may take effect thirty days after notice in the Federal 
Register and the Official Gazette of the Patent and Trademark 
Office. 


Fee Adjustment Level 


The patent fees established by 35 U.S.C. 41(a) and (b) will be 
adjusted on October 1, 1998, to reflect fluctuations occurring 
during the previous twelve months in the Consumer Price Index 
for all urban consumers (CPI-U), and CPI-U adjustments, where 
applicable, from fiscal years 1992 through 1997. In calculating 
these fluctuations, the Office of Management and Budget 
(OMB) has determined that the PTO should use CPI-U data 
as determined by the Secretary of Labor. However, the Depart- 
ment of Labor does not make public the CPI-U until approxi- 
mately twenty-one days after the end of the month being 
calculated. Therefore, the latest CPI-U information available 
is for the month of May 1998. In accordance with previous 
rulemaking methodology, the PTO uses the Administration’s 
projected CPI-U for the twelve-month period ending September 
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30, 1998, which is 2.2 percent. Based on this projection, patent 
statutory fees will be adjusted by 2.2 


Four patent service fees that are set by statute will not be 
adjusted. The four fees that are not being adjusted are the 
assignment recording fee, printed patent copy fee, photocopy 
charge fee, and library service fee. 


The final fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees rounded to an even number so that any compa- 
rable small entity fee would be a whole number. 


General Procedures 


Any fee amount that is paid on or after the effective date of 
the final fee adjustment will be subject to the new fees then 
in effect. For purposes of determining the amount of the fee 
to be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 37 
CFR 1.8(a)(1) is not proper for items which are specifically 
excluded under 37 CFR 1.8(a)(2). 37 CFR 1.8(a)(2) should be 
consulted to determine those items for which a Certificate of 
Mailing or Transmission is not proper. Such items include, 
among other things, the filing of national and international 
applications for patents and the filing of trademark applications. 
In addition, the provisions of 37 CFR 1.10 relating to filing 
papers and fees using the “Express Mail” service of the United 
States Postal Service (USPS) do apply to any paper or fee 
(including patent and trademark applications) to be filed in the 
PTO. If an application or fee is filed by “Express Mail” with 
a date of deposit with the USPS (shown by the “date in” on 
the “Express Mail” mailing label) which is dated on or after 
the effective date of the rules, as amended, the amount of the 
fee to be paid would be the fee established by the amended 
rules. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a) through (d), and (f) through (j), 
is revised to adjust fees established therein to reflect the expira- 
tion of the patent fee surcharge established by the Omnibus 
Budget Reconciliation Act of 1990, as amended, and fluctua- 
tions in the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (a) through (d), (1), (m), (r), and (s), 
is revised to adjust fees established therein to reflect the expira- 
tion of the patent fee surcharge established by the Omnibus 
Budget Reconciliation Act of 1990, as amended, and fluctua- 
tions in the CPI. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect the expiration of the patent 
fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, andfluctuations in the CPI. 


37 CFR 1.20 Post-issuance fees. 
Section 1.20, paragraphs (d) through (g), is revised to adjust 
fees established therein to reflect the expiration of the patent 


fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(6)(ii), is revised to adjust fees 
established therein to recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a) through (d), is revised to adjust 
fees established therein to reflect the expiration of the patent 
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fee surcharge established by the Omnibus Budget Reconcilia- 
tion Act of 1990, as amended, and fluctuations in the CPI. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


Prior notice and opportunity for public comment for patent fee 
chnages is not required by the patent statutes or the Administra- 
tive Procedure Act. While the patent statutes specifically require 
that changes to patent fees shall not take effect “until at least 
30 days after notice of the fee has been published in the Federal 
Register and in the Official Gazette of the Patent and Trademark 
Office,” 35 U.S.C. 41(g), they do not require any additional 
publication of proposed fee changes. In addition, changes in 
patent fees are exempted from the notice of proposed rulem- 
aking requirements of the Administrative Procedure Act under 
5 U.S.C. 553(a)(2) as the establishmnet of fee amounts is a 
matter related to agency management. 


As prior notice and an opportunity for public comment are not 
required pursuant ot 5 U.S.C. or any other law, the analyt- 
ical requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seq., are inapplicable. 


A comparison of fee amounts for fiscal year 1998, this final 
rule for fiscal year 1999, H.R. 3723, and H.R. 3989 are included 
as an Appendix to this final rule. 

List of Subjects 

37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) through 
(d), and (f) through (j) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


Oy, SEM ORY GE DUD in stissesseninsisnsexeeccessnsscenion $305.00 
By other than a small entity ................ccccssceseesseeseees $610.00 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a armel cmtity (6 1:9) nn .nessicnsscccincscsersericstnerennes $32.00 
By other than a small entity ......................ssseeeeeeeeee2-04.00 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filling or later presentation 
of each claim in excess of 20: 


By a small entity (§ 1.9(f)) 
By other than a small entity .................cscccsesseeseseeees $14.00 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) $105.00 
By other than a small entity ................cscseecssesrenesees $210.00 
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eR A 
(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 0.000.000... cccessesseseeeeeees $390.00 


(h) Basic fee for filing each reissue application: 


Ba RIE CUM CG LOD) ess s canssencctcssnsvosnsvesssosion $305.00 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(j) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each claim in excess of 20 
and also in excess of the number of claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


ae A 


3. Section 1.17 is amended by revising (a)(i) through (5), (b) 
through (d), (1), (m), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) AK 
(1) For reply within first month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(2) For reply within second month: 


By a small entity (§ 1.9(f)) 
By other than a small entity ....0........0.cceceseeseeeeeeeees $310.00 


(3) For reply within third month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) For reply within fourth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) For reply within fifth month: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9 (f)) 
By other than a small entity 


(c) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 
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By a small entity (§ 1.9 (f)) 
By other than a small entity 0.0.0.0... sseeseeseseeeeee 250.00 


(d) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) $105.00 
By other than a small entity ................cccccccesceseseseeees $210.00 


RR 


(1) For filing a petition: 


(1) For the revival of an unavoidably abandoned application 
under 35 U.S.C. 111, 133, 364, or 371, or 

(2) For delayed payment of the issue fee under 35 U.S.C. 
ESt: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(m) For filing a petition: 

(1) For revival of an unintentionally abandoned application, 
or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 0.0.0.0... .cceseeeseeeeee $980.00 


RK 


(r) For entry of a submission after final rejection under 
§1.129(a): 


OE | 2) an $305.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By A NL CANE (GBD) onan sssessccasoveieocsscsecassoes $305.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§$ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a small entity (§ 1.9(f)) $175.00 
By other than a small entity 00.0.0... eeeeeseseeeeeees $350.00 


(c) Issue fee for issuing a plant patent: 


BOY Be SUNT CONE CS EDD) on. casissnnsecsorecsovnnns $235.00 
By other than a small entity $470.00 


5. Section 1.20 is amended by revising paragraphs (d) through 
(g) to read as follows: 


§ 1.20 Post issuance fees. 
KKK 


(d) For filing each statutory disclaimer (§ 1.321): 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


es | |) ee ee $385.00 
By other than a small entity $770.00 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,180.00 
By other than a small entity ................eceeseeeeees $2,360.00 


KK 


6. Section 1.21 is amended by revising paragraph (a)(6)(ii) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 


KK KK 


(a) KK 


(6) *** 


(ii) Regrading of afternoon section 
RUN III ssc, ccccscivcansenetaixsveaencccsed $230.00 


KKK 


(7) Section 1.492 is amended by revising paragraphs (a) 
through (d) to read as follows: 


§ 1.492 National stage fees. 
RE 
(a) The basic national fee: 
(1) Where an international preliminary examination fee as 


set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) ...........scceseseeeseeeeeeees $270.00 
By other than a small entity 


(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


Bye el aay (G1) ovine cccicssevsceesssine $395.00 


U.S. PATENT AND TRADEMARK OFFICE 


By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Tiademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


ac Mg | 5 | an a eR $39.00 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.966) .........cceccccscsscoseoosseseres $395.00 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


BOY We OURO CI 0 TY vices cscs rncvnssecovenconsovesess $32.00 
By other than a small entity 


(c) In addition to the basic national fee, for filling or later 
presentation of each claim (whether independent or dependent) 
in excess of 20 (Note that § 1.75(c) indicates how multiple 
dependent claims are considered for fee calculation purposes.): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic national fee, if the application 
contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) 
By other than a small entity ....0.............ceccseeseeeeeees $210.00 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 17, 1998 


{1213 OG 153] 


Notice of New Fee Codes 
for Continued Patent Applications 


(70) 


Effective December 1, 1997, several new fee codes were 
implemented which pertain to Continued Patent Applications 
(CPAs). The new fee codes will enable better tracking and 
efficient processing of CPAs in the Revenue Accounting and 
Management system, which is the main financial system. Please 
make a note of these new fee codes for your records. 


The new fee codes are as follows: 


Amount 
large/small entity 
$790.00/$395.00 


Fee Code 
large/small entity 


Description 


Utility Filing Fee 
(CPA) 
Design Filing Fee 
(CPA) 

Plant Filing Fee 
(CPA) 
Reissue Filing Fee 
(CPA) 


$330.00/$ 165.00 
$540.00/$270.00 


134/234 $790.00/$395.00 


[1205 OG 108] 
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(71) Department of Commerce 


Patent and Trademark Office 


37 CFR Parts 1 and 2 
[Docket No. 970410086-7174-02] 
RIN 0651-AA92 


Revision of Patent and Trademark Fees 
for Fiscal Year 1998 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent and trademark cases, 
to adjust certain patent fee and trademark service fee amounts 
to reflect fluctuations in the Consumer Price Index (CPI) and 
to recover costs of operation. 


Effective Date: October |, 1997. 


For Further Information Contact: Matthew Lee by telephone 
at (703) 305-8051, fax at (703) 305-8007, or by mail marked 
to his attention and addressed to the Commissioner of Patents 
and Trademarks, Office of Finance, Crystal Park 1, Suite 802, 
Washington, D.C. 20231. 


Supplementary Information: This rule change is designed to 
adjust PTO fees in accordance with the applicable provisions 
of title 35, United States Code; section 31 of the Trademark 
(Lanham) Act of 1946 (15 U.S.C. 1113); and section 10101 
of the Omnibus Budget Reconciliation Act of 1990 (as amended 
by section 8001 of Public Law 103-66), all as amended by the 
Patent and Trademark Office Authorization Act of 1991 (Public 
Law 102-204). 

When the “Revision of Patent and Trademark Fees for Fiscal 
Year 1998” was published as a proposed rule, the PTO assumed 
that the fee revisions would not become effective until after the 
“1996 Changes to Patent Practice and Procedure” (hereinafter 
“Miscellaneous Changes”). See 61 FR 49819 (September 23, 
1996) (proposed Miscellaneous Changes rule). The changes 
proposed in the fee revision notice of proposed rulemaking 
have been modified to take into account that the fee revision 
rule will become effective before the Miscellaneous Changes 
rulemaking. 


Background: 
Statutory Provisions 


Patent fees are authorized by 35 U.S.C. 41 and 35 U.S.C. 
376. A fifty percent reduction in the fees paid under 35 U.S.C. 
41(a) and (b) by independent inventors, small business con- 
cerns, and nonprofit organizations who meet prescribed defini- 
tions is required by 35 U.S.C. 41(h). 

Subsection 41(f) of title 35, United States Code, provides 
that fees established under 35 U.S.C. 41(a) and (b) may be 
adjusted on October 1, 1992, and every year thereafter, to 
reflect fluctuations in the Consumer Price Index (CPI) over the 
previous 12 months. 

Section 10101 of the Omnibus Budget Reconciliation Act 
of 1990 (amended by section 8001 of Public Law 103-66) 
provides that there shall be a surcharge on all fees established 
under 35 U.S.C. 41(a) and (b) to collect $119 million in fiscal 
year 1998. 

Subsection 41(d) of title 35, United States Code, authorizes 
the Commissioner to establish fees for all other processing, 
services, or materials related to patents to recover the average 
cost of providing these services or materials, except for the fees 
for recording a document affecting title, for each photocopy, and 
for each black and white copy of a patent. 

Section 376 of title 35, United States Code, authorizes the 
Commissioner to set fees for patent applications filed under 
the Patent Cooperation Treaty (PCT). 

Subsection 41(g) of title 35, United States Code, provides 
that new fee amounts established by the Commissioner under 
section 41 may take effect thirty days after notice in the Federal 
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Register and the Official Gazette of the Patent and Trademark 
Office. 

Section 31 of the Trademark (Lanham) Act of 1946, as 
amended (15 U.S.C. 1113), authorizes the Commissioner to 
establish fees for the filing and processing of an application 
for the registration of a trademark or other mark, and for all 
other services and materials relating to trademarks and other 
marks. 

Section 31(a) of the Trademark (Lanham) Act of 1946 (15 
U.S.C. 1113(a)), as amended, allows trademark fees to be 
adjusted once each year to reflect, in the aggregate, any fluctua- 
tions during the preceeding twelve months in the CPI. 

Section 31 also aHows new trademark fee amounts to take 
effect thirty days after notice in the Federal Register and the 
Official Gazette of the Patent and Trademark Office. 


Recovery Level Determinations 


This rule adjusts patent fee and trademark service fee 
amounts for a planned recovery of $748,320,000 in fiscal year 
1998, as proposed in the Administration’s budget request to 
the Congress. 

The patent statutory fees established by 35 U.S.C. 41(a) 
and (b) will be adjusted on October 1, 1997, to reflect any 
fluctuations occurring during the previous twelve months in 
the Consumer Price Index for all urban consumers (CPI-U). 
In calculating these fluctuations, the Office of Management 
and Budget (OMB) has determined that the PTO should use 
CPI-U data as determined by the Secretary of Labor. However, 
the Department of Labor does not make public the CPI-U until 
approximately twenty-one days after the end of the month being 
calculated. Therefore, the latest CPI-U information available 
is for the month of June 1997. In accordance with previous 
rulemaking methodology, the PTO uses the Administration’s 
projected CPI-U for the twelve-month period ending September 
30, 1997, which is 2.6 percent. Based on this projection, patent 
statutory fees will be adjusted by 2.6 percent. Before the final 
fee schedule is published, the fees may be adjusted slightly 
based on updated data available from the Department of Labor. 

Certain non-statutory patent processing fees established 
under 35 U.S.C. 41(d) and PCT processing fees established 
under 35 U.S.C. 376 will be adjusted to recover their estimated 
average costs in fiscal year 1998. 

Three patent service fees that are set by statute will not be 
adjusted. The three fees that are not being adjusted are assign- 
ment recording fees, printed patent copy fees and photocopy 
charge fees. 

Certain trademark service fees established under 15 U.S.C. 
1113 will be adjusted to recover their estimated average costs 
in fiscal year 1998. 

The fee amounts were rounded by applying standard arith- 
metic rules so that the amounts rounded would be convenient 
to the user. Fees of $100 or more were rounded to the nearest 
$10. Fees between $2 and $99 were rounded to an even number 
so that any comparable small entity fee would be a whole 
number. 


Workload Projections 


Determination of workload varies by fee. Principal workload 
projection techniques are as follows: 

Patent application workloads are projected from statistical 
regression models using recent application filing trends. Patent 
issues are projected from an in-house patent production model 
and reflect examiner production achievements and goals. Patent 
maintenance fee workloads utilize patents issued 3.5, 7.5 and 
11.5 years prior to payment and assume payment rates of 78 
percent, 54 percent and 32 percent, respectively. Service fee 
workloads follow linear trends from prior years’ activities. 


General Procedures 


Any fee amount that is paid on or after the effective date 
of the fee increase would be subject to the new fees then in 
effect. For purposes of determining the amount of the fee to 
be paid, the date of mailing indicated on a proper Certificate 
of Mailing or Transmission, where authorized under 37 CFR 
1.8, will be considered to be the date of receipt in the PTO. 
A Certificate of Mailing or Transmission under Section 1.8 is 
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not proper for items which are specifically excluded from the 
provisions of Section 1.8. Section 1.8 should be consulted for 
those items for which a Certificate of Mailing or Transmission 
is not proper. Such items include, inter alia, the filing of national 
and international applications for patents and the filing of trade- 
mark applications. However, the provisions of 37 CFR 1.10 
relating to filing papers and fees using the “Express Mail” 
service of the United States Postal Service (USPS) do apply 
to any paper or fee (including patent and trademark applica- 
tions) to be filed in the PTO. If an application or fee is filed 
by “Express Mail” with a date of deposit with the USPS (shown 
by the “date in” on the “Express Mail” mailing label) which 
is dated on or after the effective date of the rules, as amended, 
the amount of the fee to be paid would be the fee established 
by the amended rules. 


In order to ensure clarity in the implementation of the new 
fees, a discussion of specific sections is set forth below. 


Discussion of Specific Rules 
37 CFR 1.16 National application filing fees. 


Section 1.16, paragraphs (a), (b), (d), and (f) through (i), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 


37 CFR 1.17 Patent application processing fees. 


Section 1.17, paragraphs (b) through (g), (m), (r) and (s), is 
revised to adjust fees established therein to reflect fluctuations 
in the CPI. 

Section 1.17, paragraphs (j) and (n) through (p), is revised 
to adjust fees established therein to recover costs. 


37 CFR 1.18 Patent issue fees. 


Section 1.18, paragraphs (a) through (c), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.19 Document supply fees. 


Section 1.19, paragraphs (a)(2) and (a)(3), is revised to adjust 
fees established therein to recover costs. 


37 CFR 1.20 Post-issuance fees. 


Section 1.20, paragraphs (c), (i), and (j), is revised to adjust 
fees established therein to recover costs. 

Section 1.20, paragraphs (e) through (g), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 1.21 Miscellaneous fees and charges. 


Section 1.21, paragraphs (a)(1)(ii), (a)(6) and (j), is revised 
to adjust fees established therein to recover costs. 


37 CFR 1.445 International application filing, processing, and 
search fees. 


Section 1.445, paragraph (a), is revised to adjust the fees 
authorized by 35 U.S.C. 376 to recover costs and reflect current 
business practices. 


37 CFR 1.482 International preliminary examination fees. 


Section 1.482, paragraphs (a)(1)(i), (a)(1)(ii), and (a)(2)(ii), 
is revised to adjust the fees authorized by 35 U.S.C. 376 to 
recover costs. 


37 CFR 1.492 National stage fees. 


Section 1.492, paragraphs (a), (b) and (d), is revised to adjust 
fees established therein to reflect fluctuations in the CPI. 


37 CFR 2.6 Trademark fees. 


Section 2.6, paragraphs (b)(4) and (b)(10), is revised to adjust 
fees established therein to recover costs. 


Response to Comments on the Rules 
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A notice of proposed rulemaking to adjust patent fee and 
trademark fee service amounts was published in the Federal 
Register on May 7, 1997, at 62 FR 24865 and in the Official 
Gazette of the United States Patent and Trademark Office on 
May 27, 1997, at 1198 OG 97. 


Comment: A respondent stated that many of the elements 
comprising the U.S. Department of Labor’s Consumer Price 
Index (CPI) have no effect on PTO’s costs of operation. The 
respondent also stated that fee increases should reflect only 
that portion of the CPI affecting PTO’s costs of operation. 


Response: The PTO is required by law to base its inflationary 
fee increases on fluctuations in the CPI over the twelve months 
prior to the effective date of the fee increase. While it is true 
that some of the elements that constitute the CPI have no 
effect on the cost of operations of the PTO, the CPI itself has 
considerable impact on the PTO. Salary increases for Federal 
employees have increased at rates that closely match the CPI, 
and employee compensation alone accounts for over 55 percent 
of PTO’s annual costs. The PTO, just like any other public or 
private organization, must procure supplies, pay rent and utili- 
ties, and incur numerous other expenses in the course of opera- 
tions. Unfortunately, these costs rarely decline with each 
passing year. 


Comment: A respondent stated that the PTO should adjust 
fees that are less than $100 in increments of at least $5 to avoid 
having amounts which make the calculation of fees inconve- 
nient to the users. 


Response: In the Recovery Level Determinations section of 
this rule package, it states that “Fees between $2 and $99 were 
rounded to an even number so that any comparable small entity 
fee would be a whole number.” This rounding methodology 
enables the PTO to set large and small entity fee amounts 
which are convenient overall to the users. 


Other Considerations 


This rulemaking contains no information collection within 
the meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This rule has been determined to be not significant 
for purposes of Executive Order 12866. The PTO has deter- 
mined that this rule change has no Federalism implications 
affecting the relationship between the National Government 
and the States as outlined in Executive Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that the 
rule change would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The rule change increases fees to reflect the change in 
the CPI as authorized by 35 U.S.C. 41(f). Further, the principal 
impact of the major patent fees has already been taken into 
account in 35 U.S.C. 41(h), which provides small entities with 
a fifty percent reduction in the major patent fees. 

A comparison of existing and new fee amounts is included 
as an Appendix to this final rule. 


Lists of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 


For the reasons set forth in the preamble, the PTO is amending 
title 37 of the Code of Federal Regulations, Parts 1 and 2, as 
set forth below. 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
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2. Section 1.16 is amended by revising paragraphs (a), (b), (d), 
and (f) through (i)to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) ...............s.0-sseccceservereseee $395.00 
By other than a small entity $790.00 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 

By other than a small entity 
KK 
(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 


is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


28 
(f) Basic fee for filing each design application 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provisional 
applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) In addition to the basic filing fee in a reissue application, 
for filing or later presentation of each independent claim which 
is in excess of the number of independent claims in the original 
patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KKK 


3. Section 1.17 is amended by revising paragraphs (b) through 
(g), (j), (m) through (p), (r), and (s) to read as follows: 


§ 1.17 Patent application processing fees. 


HARK KA 


(b) Extension fee for response within second month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(c) Extension fee for response within third month pursuant to 
§ 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) Extension fee for response within fourth month pursuant 
to § 1.136(a): 


By a small entity (§ 1.9(f)) 
By other than a small entity 
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(e) For filing a notice of appeal from the examiner to the Board 
of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity ................ccccssesseseeseeeees $310.00 


(f) In addition to the fee for filing a notice of appeal, for filing 
a brief in support of an appeal: 


By a small entity (§ 1.9 (f)) 
By other than a small eiitity ..............:.c0cs..ccsessecsssces $310.00 


(g) For filing a request for an oral hearing before the Board 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


By a small entity (§ 1.9(f)) 
By other than a small entity 00.0.0... esceeseessereeeeees $270, 00 


KKKKK 


(j) For filing a petition to institute a public use proceeding 
RI INE coesississnssssp sscnecednsce cpecusuacoectesecsientesSeunipse $1,510.00 


KKK 
(m) For filing a petition: 


(1) For revival of an unintentionally abandoned application, 
or 

(2) For the unintentionally delayed payment of the fee for 
issuing a patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(n) For requesting publication of a statutory invention registra- 
tion prior to the mailing of the first examiner’s action pursuant 
to § 1.104—$920.00 reduced by the amount of the application 
basic filing fee paid. 

(0) For requesting publication of a statutory invention registra- 
tion after the mailing of the first examiner’s action pursuant 


to § 1.104—$1,840.00 reduced by the amount of the application 
basic filing fee paid. 


(p) For submission of an information disclosure statement under 
BF TPO nacckccvnkacticakccsonsedascuanpadsiormacvencensveamaauteereipned $240.00 


KKK 


(r) For entry of a submission after final rejection under 
§1.129(a): 


By SB CUM I CG A.D) scssccvescevorcesnssncceconosesnsans $395.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By Mad a OG TD) oan oon scasincevsecssessesnced $395.00 
By other than a small entity 


4. Section 1.18 is revised to read as follows: 
§ 1.18 Patent issue fees. 


(a) Issue fee for issuing each original or reissue patent, except 
a design or plant patent: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) Issue fee for issuing a design patent: 


By a cunall entity (6 1-9) q...2:.:.-..0isccsssecssonsercceceecs $225.00 
By other than a small entity 


(c) Issue fee for issuing a plant patent: 
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a OE EL: 5 |, ee eee nee $335.00 
By other than a small entity $670.00 


5. Section 1.19 is amended by revising paragraphs (a)(2) and 
(a)(3) to read as follows: 
§ 1.19 Document supply fees. 


(a)*** 


(2) Printed copy of a plant patent in color $15.00 
(3) Copy of a utility patent or statutory invention registration 
containing color drawing (see § 1.84(a)(2)) ..........cee $25.00 


OK 

6. Section 1.20 is amended by revising paragraphs (c), (e) 
through (g), (i)(1), (i)(2), and (j)(1) through (j)(3) to read as 
follows: 


§ 1.20 Post issuance fees. 


KK 


(c) For filing a request for reexamination 
I coe acactin tava ccrratcacca et cevtnceCachsa iahcccediones $2,520.00 


KKK 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond eight years; the fee is due 
by seven years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,050.00 
By other than a small entity 0.000.000... ceceseeeseeeeee $2,100.00 


(g) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force’ beyond twelve years; the fee is 
due by eleven years and six months after the original grant: 


By a small entity (§ 1.9(f)) $1,580.00 
By other than a small entity ................ccscessseeees $3,160.00 


KK 
(i) **eK 


(1) Unavoidable 
(2) Unintentional 


(j) pet 
(1) Application for extension under §1.740 
(2) Initial application for interim extension 
under §1.790 
(3) Subsequent application for interim extension 
ITE Waa narindeceseinerntemenvaecierion $220.00 


7. Section 1.21 is amended by revising paragraphs (a)(1)(ii), 
(a)(6) and (j) to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
(a) *** 
(1) OK KK 


(ii) Registration examination fee................:0000+ $310.00 


KKK 
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(6) For requesting regrading of an examination under § 
10.7(c): 


(i) Regrading of morning section (PTO Practice 

IE I io snipnecciccesias cine ntectcinenemaaiveien $230.00 
(ii) Regrading of afternoon section (Claim 

MING a. sisspscvvsnsvnceaiesccsiecpessciianavenesioensesenisneshdscvevamicen $540.00 


KKK 


(j) Labor charges for services, per hour or fraction 
thereof 


KKK 


8. Section 1.445 is amended by revising paragraph (a) to read 
as follows: 


§ 1.445 International application filing, processing and search 


fees. 


(a) The following fees and charges for international applications 
are established by the Commissioner under the authority of 35 
U.S.C. 376: 


(1) A transmittal fee (see 35 U.S.C. 361(d) and 
a gp | eae LUE eater $240.00 
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16): 


(i) Where a corresponding prior United States National 
application filed under 35 U.S.C. 111(a) with the filing fee 
under 37 CFR 1.16(a) has been filed 

(ii) For all situations not provided for in (a)(2)(i) of this 
section $ 


(3) A supplemental search fee when required, per additional 
invention 


* KKK 


9. Section 1.482 is amended by revising paragraphs (a)(1)(i), 
(a)(1)(ii), and (a)(2)(ii) to read as follows: 


§ 1.482 International preliminary examination fees. 


(a) KO 


(1) RK 


(i) Where an international search fee as set forth in § 
1.445(a)(2) has been paid on the international application to the 
United States Patent and Trademark Office as an International 
Searching Authority, a preliminary examination 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office, a preliminary examination 


(2) *** 


(ii) Where the International Searching Authority for the 
international application was an authority other than the United 
States Patent and Trademark Office.................s:csse0 $270.00 


* KK KK 


10. Section 1.492 is amended by revising paragraphs (a), (b), 
and (d) to read as follows: 


§ 1.492 National stage fees. 


*EKKK 


(a) The basic national fee: 

(1) Where an international preliminary examination fee as 
set forth in § 1.482 has been paid on the international application 
to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) ...........cccsscssseseeeeeeeeees $360.00 
By other than a small entity 
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(2) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid to the United States Patent 
and Trademark Office, but an international search fee as set 
forth in § 1.445(a)(2) has been paid on the international applica- 
tion to the United States Patent and Trademark Office as an 
International Searching Authority: 


yo Sara Getty (9 TDG) q.......2.-sceccscccesseseassesces $395.00 
By other than a small entity $790.00 


(3) Where no international preliminary examination fee as 
set forth in § 1.482 has been paid and no international search 
fee as set forth in § 1.445(a)(2) has been paid on the international 
application to the United States Patent and Trademark Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(4) Where an international preliminary examination fee as 
set forth in §1.482 has been paid to the United States Patent 
and Trademark Office and the international preliminary exami- 
nation report states that the criteria of novelty, inventive step 
(non-obviousness), and industrial applicability, as defined in 
PCT Article 33 (1) to (4) have been satisfied for all the claims 
presented in the application entering the national stage (see § 
1.496(b)): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(5) Where a search report on the international application 
has been prepared by the European Patent Office or the Japanese 
Patent Office: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(b) In addition to the basic national fee, for filing or later 
presentation of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


KK KK 


(d) In addition to the basic national fee, if the application 
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contains, or is amended to contain, a multiple dependent 
claim(s), per application: 


By a small entity (§ 1.9(f)) $135.00 
By other than a small entity ................:cccssecseeseseeeees $270.00 


* KKK 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 would continue 
to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (b)(4) and 
(b)(10) to read as follows: 


§ 2.6 Trademark fees. 


2 KK 


(b) Trademark service fees. 


* KKK 


(4) Certified copy of a registered mark, showing title and/ 
or status: 


(i) Regular service 
(ii) Expedited local Service.................ssecssssssssecseres $30.00 


* KKK 


(10) Labor charges for services, per hour or fraction 
thereof 


KKKKK 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 22, 1997 


NOTE- The following appendix is provided as a courtesy to the public, but is not a substitute for the rules. It will not appear 
in the Code of Federal Regulations. 


Appendix A - Comparison of Existing and Revised Fee Amounts 


37 CFR Sec. DESCRIPTION 


Basic Filing Fee 

Basic Filing Fee (Small Entity) 
Independent Claims 

Independent Claims (Small Entity) 
Claims in Excess of 20 

Claims in Excess of 20 (Small Entity) 
Multiple Dependent Claims 

Multiple Dependent Claims (Small Entity) 
Surcharge - Late Filing Fee 

Surcharge - Late Filing Fee (Small Entity) 
Design Filing Fee 

Design Filing Fee (Small Entity) 

Plant Filing Fee 

Plant Filing Fee (Small Entity) 

Reissue Filing Fee 

Reissue Filing Fee (Small Entity) 

Reissue Independent Claims 

Reissue Independent Claims (Small Entity) 
Reissue Claims in Excess of 20 


Reissue Claims in Excess of 20 (Small Entity) 


Provisional Application Filing Fee 


Provisional Application Filing Fee (Small Entity) 
Surcharge - Incomplete Provisional App. Filed 
Surcharge - Incomplete Provisional App. Filed (Small Entity) 


Extension - First Month 


Pre-Oct 1997 Oct 1997 
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37 CFR Sec. DESCRIPTION 


1.17(a) 
1.17(b) 
1.17(b) 
1.17(c) 
1.17(c) 
1.17(d) 
1.17(d) 
1.17(e) 
1.17(e) 
1.17(f) 
1.17(f) 
1.17(g) 
1.17(g) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.17(h) 
1.20(b) 
1.17(h) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(i) 
1.17(j) 
1.17(k) 
1.17) 
1.17(1) 
1.17(m) 
1.17(m) 
1.17(n) 
1.17(0) 
1.17(p) 
1.17(q) 
1.17(q) 
1.17(q) 
1.17(r) 
1.17(r) 


Extension - First Month (Small Entity) 

Extension - Second Month 

Extension - Second Month (Small Entity) 
Extension - Third Month 

Extension - Third Month (Small Entity) 
Extension - Fourth Month 

Extension - Fourth Month (Small Entity) 

Notice of Appeal 

Notice of Appeal (Small Entity) 

Filing a Brief 

Filing a Brief (Small Entity) 

Request for Oral Hearing 

Request for Oral Hearing (Small Entity) 

Petition - Not All Inventors 

Petition - Correction of Inventorship 

Petition - Decision on Questions 

Petition - Suspend Rules 

Petition - Expedited License 

Petition - Scope of License 

Petition - Retroactive License 

Petition - Refusing Maintenance Fee 

Petition - Refusing Maintenance Fee - Expired Patent 
Petition - Interference 

Petition - Reconsider Interference 

Petition - Late Filing of Interference 

Petition - Correction of Inventorship 

Petition - Refusal to Publish SIR 

Petition - For Assignment 

Petition - For Application 

Petition - Late Priority Papers 

Petition - Suspend Action 

Petition - Divisional Reissues to Issue Separately 
Petition - For Interference Agreement 

Petition - Amendment After Issue 

Petition - Withdrawal After Issue 

Petition - Defer Issue 

Petition - Issue to Assignee 

Petition - Accord a Filing Date Under § 1.53 
Petition - Accord a Filing Date Under § 1.62 
Petition - Make Application Special 

Petition - Public Use Proceeding 

Non-English Specification 

Petition - Revive Abandoned Appl. 

Petition - Revive Abandoned Appl. (Small Entity) 
Petition - Revive Unintentionally Abandoned Appl. 
Petition - Revive Unintent Abandoned Appl. (Smail Entity) 
SIR - Prior to Examiner’s Action 

SIR - After Examiner’s Action 

Submission of an Information Disclosure Statement (§ 1.97) 
Petition - Correction of Inventorship (Prov. App.) 
Petition - Accord a filing date (Prov. App.) 
Petition - Entry of submission after final rejection (Prov. App.) 
Filing a submission after final rejection (1.129(a)) 


Filing a submission after final rejection (1.129(a)) (Small 


Entity) 


.17(s) 
.17(s) 
.18(a) 
.18(a) 
.18(b) 
.18(b) 
.18(c) 
.18(c) 
-19(a)(1)G) 
-19(a)(1)(ii) 
.19(a)(1 (iit) 
.19(a)(2) 
.19(a)(3)() 
.19(b)(1)(i) 
-19(b)(1)(ii) 
-19(b)(2) 
.19(b)(3) 
.19(b)(4) 
-19(c) 
.19(d) 
.19(e) 
.19(f) 


Per add’] invention to be examined (1.129(b)) 

Per add’] invention to be examined (1.129(b)) (Small Entity) 
Issue Fee 

Issue Fee (Small Entity) 

Design Issue Fee 

Design Issue Fee (Small Entity) 

Plant Issue Fee 

Plant Issue Fee (Small Entity) 

Copy of Patent 

Patent Copy-Overnight delivery to PTO Box or overnight fax 
Patent Copy Ordered by Expedited Mail or Fax-Exp. service 
Plant Patent Copy 

Copy of Utility Patent or SIR in Color 

Certified Copy of Patent Application as Filed 

Certified Copy of Patent Application as Filed, Expedited 
Cert. or Uncert. Copy of Patent-Related File Wrapper/Contents 
Cert. or Uncert. Copies of Office Records, per Document 
For Assignment Records, Abstract of Title and Certification 
Library Service 

List of Patents in Subclass 

Uncertified Statement-Status of Maintenance Fee Payment 
Copy of Non-U.S. Patent Document 





$55 
$390 
$195 
$930 
$465 
$1,470 
$735 
$300 
$150 
$300 
$150 
$260 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 


$130 | 


$130 
$130 
$130 
$1,470 
$130 
$110 
$55 
$1,290 
$645 
$900 
$1,790 
$230 
$50 
$50 
$50 
$770 
$385 


$770 
$385 
$1,290 
$645 
$440 
$220 
$650 
$325 
$3 
$6 
$25 
$12 
$24 
$15 
$30 
$150 
$25 
$25 
$50 
$3 
$10 
$25 





$400 
$200 
$950 
$475 
$1,510 
$755 
$310 
$155 
$310 | 
$155 
$270 
$135 


$1,510 


$1,320 
$660 
$920 
$1,840 
$240 
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37 CFR Sec. 


1.19(g) 
1.19(h) 
1.20(a) 
1.20(c) 
1.20(d) 
1.20(d) 
1.20(e) 
1.20(e) 
1.20(f) 
1.20(f) 
1.20(g) 
1.20(g) 
1.20(h) 
1.20(h) 
1.20(i)(1) 
1.20(i)(2) 
1.20(j)(1) 
1.20(j)(2) 
1.20(j)(3) 
1.21(a)(1)(i) 
1.21(a)(1)(ii) 
1.21(a)(2) 
1.21(a)(3) 
1.21(a)(4) 
1.21(a)(4) 
1.21(a)(5) 
1.21(a)(6)(i) 
1.21(a)(6)(ii) 
1.21(b)(1) 
1.21(b)(2) 
1.21(b)(3) 
1.21(c) 
1.21(d) 
1.21(e) 
1.21(g) 
1.21(h) 
1.21(i) 
1.21(j) 
1.21(k) 
1.21(k) 
1.21(1) 
1.21(m) 
1.21(n) 
1.21(0) 

1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 
1.445(a)(2)(ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1)(ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
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DESCRIPTION 


Comparing and Certifying Copies, Per Document, Per Copy 
Duplicate or Corrected Filing Receipt 

Certificate of Correction 

Reexamination 

Statutory Disclaimer 

Statutory Disclaimer (Small Eniity) 

Maintenance Fee - 3.5 Years 

Maintenance Fee - 3.5 Years (Small Entity) 
Maintenance Fee - 7.5 Years 

Maintenance Fee - 7.5 Years (Small Entity) 
Maintenance Fee - 11.5 Years 

Maintenance Fee - 11.5 Years (Small Entity) 
Surcharge - Maintenance Fee - 6 Months 
Surcharge - Maintenance Fee - 6 Months (Small Entity) 
Surcharge - Maintenance After Expiration - Unavoidable 
Surcharge - Maintenance After Expiration - Unintentional 
Extension of Term of Patent Under 1.740 

Initial Application for Interim Extension Under 1.790 
Subsequent Application for Interim Extension Under 1.790 
Application Fee (non-refundable) 

Registration examination fee 

Registration to Practice 

Reinstatement to Practice 

Certificate of Good Standing 

Certificate of Good Standing, Suitable Framing 
Review of Decision of Director, OED 

Regrading of A.M. section (PTO Practice and Procedure) 
Regrading of P.M. section (Claim Drafting) 
Establish Deposit Account 

Service Charge Below Minimum Balance 

Service Charge Below Minimum Balance 

Filing a Disclosure Document 

Box Rental 

International Type Search Report 

Self-Service Copy Charge 

Recording Patent Property 

Publication in the OG 

Labor Charges for Services 

Unspecified Other Services 

Terminal Use APS-CSIR (per hour) 

Retaining abandoned application 

Processing Returned Checks 

Handling Fee - Incomplete Application 

Terminal Use APS-TEXT 

Coupons for Patent and Trademark Copies 
Handling Fee - Withdrawal SIR 

Transmittal Fee 

PCT Search Fee - Prior U.S. Application 

PCT Search Fee - No U.S. Application 
Supplemental Search 

Preliminary Exam Fee 

Preliminary Exam Fee 

Additional Invention 

Additional Invention 

Preliminary Examining Authority 

Preliminary Examining Authority (Small Entity) 
Searching Authority 

Searching Authority (Small Entity) 

PTO Not ISA nor IPEA 

PTO Not ISA nor IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO/JPO Search Report 

Filing with EPO/JPO Search Report (Small Entity) 
Claims - Extra Individual (Over 3) 

Claims - Extra Individual (Over 3) (Small Entity) 
Claims - Extra Total (Over 20) 

Claims - Extra Total (Over 20) (Small Entity) 
Claims - Multiple Dependents 

Claims - Multiple Dependents (Small Entity) 
Surcharge 

Surcharge (Small Entity) 

English Translation - After 20 Months 

Application for Registration, Per Class 
Amendment to Allege Use, Per Class 

Statement of Use, Per Class 

Extension for Filing Statement of Use, Per Class 





Pre-Oct 1997 


$25 
$25 
$100 
$2,460 
$110 
$55 
$1,020 
$510 
$2,050 
$1,025 
$3,080 
$1,540 
$130 
$65 
$680 
$1,600 
$1,090 
$410 
$210 
$40 
$300 
$100 
$40 
$10 
$20 
$130 
$225 
$530 
$10 
$25 
$25 
$10 
$50 
$40 
$.25 
$40 
$25 
$30 
Actual Cost 
$50 
$130 
$50 
$130 
$40 

$3 
$130 
$230 
$440 
$680 
$200 
$480 
$730 
$140 
$260 
$700 
$350 
$770 
$385 
$1,040 
$520 
$96 
$48 
$910 
$455 
$80 
$40 
$22 
$11 
$260 
$130 
$130 
$65 
$130 
$245 
$100 
$100 
$100 
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Oct 1997 


$2,520 


$1,050 

$525 
$2,100 
$1,050 
$3,160 
$1,580 





$700 
$1,640 
$1,120 
$420 
$220 





$310 
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37 CFR Sec. DESCRIPTION Pre-Oct 1997 Oct 1997 
2.6(a)(5) Application for Renewal, Per Class $300 
2.6(a)(6) Surcharge for Late Renewal, Per Class $100 
2.6(a)(7) Publication of Mark Under § 12(c), Per Class $100 
2.6(a)(8) Issuing New Certificate of Registration $100 
2.6(a)(9) Certificate of Correction of Registrant’s Error $100 
2.6(a)(10) Filing Disclaimer to Registration $100 
2.6(a)(11) Filing Amendment to Registration $100 
2.6(a)(12) Filing Afffidavit Under Section 8, Per Class $100 
2.6(a)(13) Filing Affidavt Under Section 15, Per Class $100 
2.6(a)(14) Filing Affidavit Under Sections 8 & 15, Per Class $200 
2.6(a)(15) Petitions to the Commissioner $100 
2.6(a)(16) Petition to Cancel, Per Class $200 
2.6(a)(17) Notice of Opposition, Per Class $200 
2.6(a)(18) Ex Parte Appeal to the TTAB, Per Class $100 
2.6(a)(19) Dividing an Application, Per New Application Created $100 
2.6(b)(1)(i) Copy of Registered Mark $3 
2.6(b)(1)(ii) Copy of Registered Mark, overnight delivery to PTO boxfax $6 
or fax 
Copy of Reg. Mark Ordered Via Exp. Mail or Fax, Exp. Svc. $25 
Certified Copy of TM Application as Filed $15 


2.6(b)(1)(iii) 
2.6(b)(2)(i) 


2.6(b)(2)(ii) 
2.6(b)(3) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)(10) 
2.6(b)(11) 


Terminal Use X-SEARCH 
Self-Service Copy Charge 

Labor Charges for Services 
Unspecified Other Services 


—These fees are not affected by this rulemaking. 


Certified Copy of TM Application as Filed, Expedited $30 
Cert. or Uncert. Copy of TM-Related File Wrapper/Contents $50 
Cert. Copy of Registered Mark, Title or Status $10 
Cert. Copy of Registered Mark, Title or Status - Expedited $20 
Certified or Uncertified Copy of TM Records 
Recording Trademark Property, Per Mark, Per Document $40 
For Second and Subsequent Marks in Same Document $25 
For Assignment Records, Abstracts of Title and Cert. $25 


$25 


$40 

$0.25 

$30 

Actual Cost 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 


(72) 


Patent and Trademark 
Automated Search System Fees 


Agency: Patent and Trademark Office, Commerce 
Action: Listing of suspension of final rule 


Summary: The Patent and Trademark Office (Office), on 
December 11, 1989, amended the rules of practice in patent 
and trademark cases, Parts | and 2 of Title 37, Code of Federal 
Regulations, setting forth the fees for public access to the 
Office’s text data bases: the Automated Patent System (APS) 
and the automated trademark search system (T-Search). 54 FR 
50942. That final rule became effective on February 12, 1990. 
On that date, 37 CFR 2.6(w), dealing with T-Search fees, took 
effect, but was immediately suspended by the Commissioner. 


The collection of the fee was initially suspended to permit 
users to become familiar with the T-Search system. The T- 
Search system has been available to the public since April 
1989, a sufficient time for users to become familiar with the 
system. Therefore, as provided in the final rule, the Office now 
gives notice that the suspension is lifted. The Office will begin 
to collect the fees set forth in 37 CFR 2.6(w) sixty (60) days 
from the date of this notice. Cost estimates based on usage and 
actual costs are available for inspection in the Office of Long- 


Range Planning and Evaluation, Room 507, Crystal Park 1, 
Crystal Drive, Arlington, Virginia. 


Dates: The suspension of 37 CFR 2.6(w) is lifted as of Nov. 
13, 1990. The collection of fees under 37 CFR 2.6(w) will 
begin on November 13, 1990 


For Further Information Contact: Frances Michalkewicz by 
telephone at (703) 557-1610 or by mail to her attention and 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


September 4, 1990 


[1119 OG 6] 


(73) Deposit Account Authorizations 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in §§ 1.16 to 1.18 
to a deposit account may be filed in an individual application, 
either for the entire pendency of the application or with respect 
to a particular paper filed.” A general authorization would not 
apply to document supply fees under § 1.19, such as those 
required for certified copies; to post-issuance fees under § 1.20 
such as those required for maintenance fees; or to miscellaneous 
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fees and charges under § 1.21, such as assignment recording 
fees. 


Many applications filed prior to Oct. 1, 1982, contain broad 
language. authorizing any additional fees which might have 
been due to be charged to a deposit account. The Patent and 
Trademark Office does not interpret such broad authorizations, 
filed in an application on or after Oct. 1, 1982, will be inter- 
preted as authorization to charge the issue fee; as well as any 
other fee set forth in §§ 1.16, 1.17 or 1.18. Fees under sections 
1.19, 1.20 and 1.21 will not be charged as a result of a general 
authorization under section 1.25. 


It is recommended that authorizations to charge fees to 
deposit accounts include reference to the particular fees or fee 
sections of the rules which applicant intends to authorize. For 
example, if filing and processing fees under §§ 1.16 and 1.17 
only are intended to be included in the authorization, and not 
the issue fee under § 1.18, the authorization could read: “The 
Commissioner is hereby authorized to charge any fees under 
37 CFR 1.16 and 1.17 which may be required during the entire 
pendency of the application to Deposit Account No. 
Such an authorization would clearly exclude issue fees under 
37 CFR 1.18 while including all the filing and processing fees 
listed in 37 CFR 1.16 and 1.17. Similarly, if it were intended 
to authorize the charging of fees relating only to a specific paper, 
the authorization could read “The Commissioner is hereby 
authorized to charge any fees under 37 CFR 1.16 and 1.17 
which may be required by this paper to Deposit Account 
No. .” Such authorizations would cover situations in 
which a check to cover a filing and processing fee under 37 
CFR 1.16 and 1.17 was omitted or was for an amount less than 
the amount required. 


It is extremely important that the authorization be clear and 
unambiguous. If applicants file authorizations which are ambig- 
uous and which deviate from the usual forms of authorizations, 
the Office may not interpret the authorizations in the manner 
applicants intend. In such cases applicants could be subject to 
further expenses, petitions, etc. in order to correct fees which 


were not charged as intended due to an ambiguous authoriza- 
tion. 


July 1, 1983 GERALD J. MOSSINGHOFF 
Commissioner of Patents 


and Trademarks 


[1032 OG 32] 


(74) Deposit Account Authorization to 


Charge Issue Fee 


This notice supplements the Official Gazette notice, dated 
July 1, 1983, published at 1032 O.G. 33 on July 26, 1983. 

The rules of practice were amended effective Oct. 1, 1982, 
at 37 CFR 1.25(b) to state that: “A general authorization to 
charge all fees, or only certain fees, set forth in 37 CFR 1.16 
to 1.18 to a deposit account may be filed in an individual 
application, either for the entire pendency of the application 
or with respect to a particular paper filed.” 


The Patent and Trademark Office wili treat broad language 
to “charge any additional fees which may be required at any 
time during the prosecution of the application” as authorization 
to charge the issue fee on applications filed on or after Oct. 1, 
1982. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


Sept. 30, 1988 


[1095 OG 44] 
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(75) Unpaid Fee Checks 

Beginning Dec. 1, 1987, the Office will change the procedure 
for handling fee checks of attorneys and agents that are returned 
to the Office unpaid. Presently, when a check submitted as 
payment for an application, a processing, an issue or any other 
fee is returned to the Office unpaid, the Office of Finance sends 
a letter to the attorney or agent who represents the applicant, 
or to the applicant if unrepresented by an attorney or agent, 
enclosing the check and calling attention to the fact that the 
check was returned unpaid. Beginning Dec. 1, 1987, the Office 
of Finance will send a copy of its letter to the applicant if the 
letter is addressed to an attorney or agent. The prohibition of 
37 CFR §§ 1.33 and 2.18 against double correspondence is 
waived in view of the submission of a check that is returned 
unpaid to the Office. 


A registered patent attorney or agent who repeatedly submits 
checks that are returned unpaid through no fault of the bank 
may expect to have the matter referred to the Office of Enroll- 
ment and Discipline. 


DONALD W. PETERSON 
Deputy Commissioner 


Oct. 5, 1987 


[1083 OG 44] 


(76) Certain Fees to be Adjusted 

The House and Senate passed on November 19, 1999, the 
American Inventors Protection Act of 1999 as part of the confer- 
ence report (H. Rpt. 106-479) on H.R. 3194, Consolidated 
Appropriations Act, Fiscal Year 2000. The text of the American 
Inventors Protection Act of 1999 is contained in Title IV of S. 
1948, the Intellectual Property and Communications Omnibus 
Reform Act of 1999, which is incorporated by reference in 
Division B of the conference report. This bill contains language 
that will decrease certain patent fees and increase certain trade- 
mark fees as shown below. The President is expected to sign 
the legislation. However, the Patent and Trademark Office 
(PTO) does not know when the President will sign the legisla- 
tion. 


A final rule amending the rules of practice in patent and 
trademark cases to indicate the new fee amounts will be pub- 
lished in the Federal Register. This notice constitutes the publi- 
cation requirement for the Official Gazette of the Patent and 
Trademark Office. The final rule and the new PTO fee schedule 
will be posted to the PTO Web site in the near future. 


The effective date for the amendments to the fee amounts 
in 37 CFR 1.16, 1.20, and 1.492 (shown in bold) will be 30 
days after the enactment date of H.R. 3194 (S. 1948), that is, 
30 days after the President signs the legislation. The effective 
date for the amendments to the fee amounts in 37 CFR 1.17 
and 2.6 (shown in italics) will be January 10, 2000. 


Section 1.53(d), which relates to a continued prosecution 
application (CPA), is not being revised by H.R. 3194 (S. 1948). 
However, it should be noted that section 1.53(d)(3) requires 
payment of the basic filing fee as set forth in 37 CFR 1.16. 


Patent and trademark customers are responsible for paying 
the correct fee amounts. We advise our customers to refer to 
the official PTO Web site (www.uspto.gov), or contact the 
PTO General Information Services Division at (703) 308-4357 
or (800) PTO-9199 for the most current fee amounts and infor- 
mation. 
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New Fee 
Amount 


Current Fee 
| Amount 





Basic filing fee — Utility 


$760 $690 





Basic filing fee — Utility (Small Entity) 


$380 $345 





| Basic filing fee — Utility (CPA) 


$760 $690 





Basic filing fee — Utility (CPA) (Small Entity) 


$380 $345 





Reissue filing fee 


$760 $690 





1.16(h) Reissue filing fee (Small Entity) 


$380 $345 








| Reissue filing fee (CPA) 
Reissue filing fee (CPA) (Small Entity) 


1.16(h) 
1.16(h) 





$760 
$380 


$690 
$345 





1.17(r) 
(Small Entity) 


—s 





(Small Entity) 

Maintenance fee — due at 3.5 years 
1.20(e) 
1.492(a)(2) 


1.492(a)(2) ISA — U.S. (Small Entity) 








Trademark Fees 


37 CFR Sec. Description 


Filing a submission after final rejection (1.129%(a)) 


Filing a submission after final rejection (1.129(a)) 


Per additional invention to be examined (1.129(b)) 


$760 $690 





Per additional invention to be examined (1.129)b)) 
TART EEE SD TCE 


Maintenance fee — due at 3.5 years (Small Entity) 











Current Fee 


Amount Amount 





2.6(a)(1) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(13) 
2.6(a)(16) 
2.6(a)(17) 


Application for registration, per class 


| Application for renewal, per class 
Filing section 15 affidavit, per class 


Petition for cancellation, per class 





Notice of opposition, per class 





Extension for filing Statement of Use, per class 


$325 
$150 
$400 
$200 
$300 
$300 


$245 
$100 
$300 
$100 
$200 
$200 | 








Questions or comments concerning this notice should be forwarded to Matthew Lee by telephone at (703) 305-8051, by e- 
mail at matthew.lee@uspto.gov, or by facsimile at (703) 305-8007, or by mail marked to his attention and addressed to the 
Commissioner of Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 802, Washington, D.C. 20231. 


November 24, 1999 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1229 OG 12] 


(77) Automatic Refund of Overpayments of $25 


or Less for a Limited Period 


The President signed into law the United States Patent and 
Trademark Office Reauthorization Act, Fiscal Year 1999 (H.R. 
3723, Pub. L. 105-358) on November 10, 1998. It provides for 
new fee amounts under 35 U.S.C. 41 (a) and (b). The PTO 
published a final ruie in the Federal Register on December 8, 
1998 at 63 Fed. Reg. 67578 and in the Ott]cial Gazette on 
December 29, 1998 at 1217 Off. Gaz. Pat. Office 148 amending 
the rules of practice in patent cases to indicate the new patent 
the amounts. These fee provisions were effective as of 
November 10, 1998, except for the fee amounts in 37 CFR 
1.17(r) and (s), and 1.21 (a)(6)(ii), which were effective on 
December 8, 1998. 

Pub. L. 105-358 was enacted without much advance warning 
and many customers, not yet aware of the changes in the fee 
amounts, have overpaid. Many of the fee reductions made by 
Pub. L. 105-358 are $25 or less. Normally, because of the 
costs associated with processing refunds, the PTO refunds the 
overpayments of $25 or less only upon request. The PTO, 


190-263 0.G.- 00 - 3: QL3 


however, will waive the requirement of 37 CFR 1.26(a) and 
automatically refund all overpayments of $25 or less paid 
during the period from November 10, 1998 through January 
10, 1999. 

If you have any questions about the new patent fees, please 
contact the Patent Assistance Center at (703) 308-4357 or (800) 
PTO-9199. 


Q. TODD DICKINSON 
Deputy Assistant Secretary 
of Commerce and 

Deputy Commissioner of 
Patents and Trademarks 


Jan. 4, 1999 


[1219 OG 42] 


(78) Point-of-Sale Check Conversion Pilot Program 


The Patent and Trademark Office (PTO) is participating in the 
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U.S. Department of the Treasury’s Point-of-Sale (POS) Check 
Conversion pilot program for certain fee collection activities. 
The method of payments accepted under 37 CFR 1.23 are not 
changed by this notice. Those customers paying in person by 
checks other than cashier’s or certified checks may be affected 
by the POS Check Conversion program. The following educa- 
tional signage will be conspicuously displayed at all POS Check 
Conversion locations: 


This Federal Agency now uses electronic Point-of-Sale 
Check Conversion. Check Conversion uses the information 
pre-printed on your check to initiate an electronic debit from 
your checking account. This debit will be posted to your 
checking account within one business day and will appear 
on your next account statement as an electronic payment to 
this Agency. 


To perform Check Conversion, the clerk will run your check 
through a device that can read your account information 
from the check. You will be asked to sign a form authorizing 
the Agency to electronically debit the amount of the transac- 
tion from your account. The clerk will stamp your check as 
“Void - Processed by Electronic Funds Transfer” and will 
return your check, authorization and receipt to you. 


The POS Check Conversion pilot will be used in the Patent 
Search Libraries, Patent Search Image Retrieval Facility, Office 
of Electronic Information Products, Office of Public Records, 
and Trademark Search Library. The POS Check Conversion 
program is one component of the long-term PTO commitment 
to enhance financial management practices in order to fulfill 
its fiduciary obligations to its many customers. The POS Check 
Conversion program will reduce the processing and collection 
costs associated with returned “unpaid” checks. Customers who 
do not wish to participate in the POS Check Conversion pro- 
gram may submit a method of payment other than a check in 
accordance with 37 CFR 1.23, including credit card and cash 
payments. Questions or comments concerning this notice 
should be forwarded to Matthew Lee by telephone at (703) 
305-8051, by e-mail at matthew.lee@uspto.gov, or by fax at 
(703) 305-8007. 


Sep. 22, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 


Acting Commissioner of Patents and Trademarks 


[1227 OG 81] 


(79) Use of Metric System of Measurements 


in Patent Applications 


The ability of the United States to compete in world trade 
and improve our trade balance is becoming more important 
and more difficult each day as our competitors get stronger. 
Presently, the United States is the only industrial country which 
has not adopted the metric system of weights and measures. 
The lack of U.S. goods being produced and packaged under 
metric standards results in our country being at a competitive 
disadvantage in world markets. 

To improve our competitiveness, in the 1988 trade bill, Con- 
gress established metric as the Nation’s “preferred system of 
units for United States trade and commerce,” and set a 1992 
date for Federal agencies to complete their transition to metric 
uses in “procurement, grants and other business related activi- 

To implement the congressional designation of the metric 
system of measurement for U.S. trade and commerce, the Presi- 
dent on July 25, 1991, issued an Executive Order (Metric Usage 
in Federal Government Programs) for the Federal Government 
to lead the way in metric usage. The Department of Commerce 
has been designated as the lead agency responsible for coordi- 
nating usage by the Federal Government. 

The Patent and Trademark Office (PTO) does not currently 
require weights and measures in patent applications to be stated 
in the metric system. However, in Section 608.01 of the Manual 
of Patent Examining Procedure, all patent applicants are 
strongly encouraged to use either (1) only metric units or (2) 
inch-pound units together with their metric equivalents, when 
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describing their inventions in the specifications of patent appli- 
cations. 

In the spirit of the Executive Order, the PTO reiterates and 
emphasizes strong encouragement for patent applicants to use 
the metric system of weights and measurements in patent appli- 
cations. At some future time when there has been a sufficient 
conversion to metric usage by U.S. research and development 
industries, the PTO will consider making it a requirement that 
patent applicants use metric units in patent applications. 


Jan. 15, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1135 OG 55] 


(80) Applicants Cautioned to File Applications on 
Papers that Comply With Sheet Si and 


Quality Requirements of 37 CFR 1.52 and 1.84(f) and (g). 


Summary: If an application-as-filed does not meet the sheet 
size/margin and quality requirements of 37 CFR 1.52 and 
1.84(f) and (g), certified copies of such application may be 
illegible and/or ineffective as priority documents. 


Discussion: The Patent and Trademark Office (PTO) amended 
37 CFR 1.52 and 1.84 in September of 1996 so that application 
and application-related papers (application papers) filed in the 
PTO would be of a paper size/margin and quality to permit 
the PTO to produce reliable electronic records by image and 
optical character recognition (OCR) scanning the application 
papers. See Miscellaneous Changes in Patent Practice, Final 
Rule Notice, 61 Fed. Reg. 42790 (August 19, 1996), 1190 Off. 
Gaz. Pat. Office 67 (September 17, 1996). The PTO, however, 
still receives a significant number of applications containing 
papers that do not meet the sheet size/margin and quality 
requirements of 37 CFR 1.52 and 1.84(f) and (g). 


Adverse effect of filing an application on papers that do not 
comply with 37 CFR 1.52 and 1.84(f) and (g) on the quality 
of any certified copy of the application: 


The PTO will not deny a filing date to an application simply 
because it is filed on papers that do not comply with the require- 
ments of 37 CFR 1.52 and 1.84(f) and (g). 


When an applicant requests that the PTO provide a certified 
copy of an application-as-filed and pays the fee set forth in 37 
CFR 1.19(b)(1), the PTO will make a copy of the application- 
as-filed from the records in the PICS (or microfilm) database. 
If papers submitted in the application-as-filed are not legible, 
certified copies of the application as originally filed will not be 
legible. In addition, if exception processing (discussed below) is 
required to make the PICS copy, certified copies of the applica- 
tion as originally filed may not be legible. 


If papers submitted in the application-as-filed (including any 
transmittal letter or cover sheet) do not meet the sheet size 
requirement of 37 CFR 1.52 and 1.84(f) (e.g., the papers are 
legal size (8 1/2 by 14 inches)), the PTO must reduce such 
papers to be able to image-scan the entire application and record 
it in the PICS database. In addition, if papers submitted in the 
application-as-filed do not meet the quality requirements of 37 
CFR 1.52 (e.g., the papers are shiny or non-white), the PTO 
will attempt to enhance such papers before scanning (discussed 
below) to make the resulting electronic record in the PICS 
database more readable. 


If application papers are filed that do not meet sheet size/margin 
and quality requirements, the PTO will require the applicant 
to file substitute papers that do comply with the requirements 
of 37 CFR 1.52 and 1.84(f) and (g). The substitute papers 
submitted in reply to the above-mentioned requirement will 
provide the PTO with an image- and OCR-scannable copy of 
the application for printing the application as a patent. The 
PTO, however, will NOT treat application papers submitted 
after the filing date of an application (e.g., a later filed oath 
or declaration, a translation filed under 37 CFR 1.52(d), or 
substitute papers submitted in reply to a requirement to comply 
with 37 CFR 1.52) as the original disclosure of the application 
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for making a certified copy of the application-as-filed or any 
other purpose. That is, even if an applicant subsequently files 
substitute application papers that comply with 37 CFR 1.52 
and then requests that the PTO provide a certified copy of 
an application-as-filed, paying the fee set forth in 37 CFR 
1.19(b)(1), the PTO will still make a copy of the application- 
as-filed from the records in the PICS (or microfilm) database, 
and this database will not include the subsequently filed substi- 
tute papers in compliance with 37 CFR 1.52 and 1.84(f) and 
(g). 


If the certified copy of an application produced from the PTO’s 
PICS (or microfilm) database is illegible, the applicant may 
pay the fee set forth in 37 CFR 1.19(b)(2) (currently $150.00) 
and request that the PTO obtain the application file and produce 
a certified copy of the application by photocopying the applica- 
tion-as-filed as contained in the application file. The special 
handling required to produce a certified copy of the application 
from the papers in the application file will also cause a delay 
in when a certified copy is available. 


Recurring situations in which application papers cause prob- 
lems during scanning of an application: 


The PTO performs exception processing when scanning appli- 
cation papers that do not comply with sheet size/margin and 
quality requirements. As the PTO uses high-quality scanning 
equipment, the PTO is often (through exception processing) 
able to make a readable electronic image record of an applica- 
tion even when the application papers do not comply with these 
requirements. Nevertheless, even if PTO is able to make a 
readable electronic image record of such an application, this 
exception processing is a burden on the PTO and delays the 
initial processing (and thus examination) of the application. 


The following is a list of recurring situations in which applica- 
tion papers cause problems when the papers are scanned to 
make an electronic record in the PICS database: 


(1) Applications are filed with legal size (8 1/2 by 14) papers 
and/or oversized (blueprint) drawings. The PTO can scan the 
papers to make an electronic record in the PICS database, but 
the resulting images as recorded in the PICS database are 
reduced. 


(2) Applications are filed on shiny, non-white (background) 
paper, or flimsy paper, on papers having slips or stickers, or 
on papers that are otherwise illegible to an image-scanning 
equipment. The PTO must photocopy the application papers 
and scan the photocopy to make an electronic record in the 
PICS database. 


(3) Applications are filed with writing on both sides of the 
sheets of paper. The PTO must photocopy the application papers 
so that the writing is on only one side of the sheet of paper 
and scan the photocopy to make an electronic record in the 
PICS database. 


(4) Applications are filed with unmounted photographs. The 
PTO must photocopy the photographs and scan the photocopies 
to make an electronic record in the PICS database. 


(5) Applications are filed with two-columned specifications, 
or with non-block fonts. The PTO can image-scan the papers 
to make an electronic record in the PICS database, but the 
resulting images cannot be converted into text by OCR conver- 
sion. 


(6) Applications are filed with papers having incorrect margin 
sizes. During office processing of the application, a sticker 
with the filing date of the application is placed in the left margin 
of the papers and the application number is printed on the left 
margin of each page that is scanned. Furthermore, holes are 
made in the top margins of the application papers so that the 
papers can be affixed to the application file. As a result, any 
text removed or obstructed before or during the scanning pro- 
cess will no longer be legible in the application. 


(7) Applications, particularly provisional applications, are filed 
with papers that are glued or bound together. The PTO must 
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separate the papers to scan the pages, which sometimes damages 
the pages, or photocopy the bound document, and then scan the 
photocopy to make an electronic record in the PICS database. 


Questions concerning this notice should be forwarded to Karin 
L. Tyson, Senior Legal Advisor, by telephone at (703) 305- 
9285, by facsimile at (703) 308-6916, or by e-mail at 
karin.tyson @uspto.gov. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


November 3, 1998 


{1217 OG 16] 


(81) Notice of Change in Procedures 


for Recording Inventors’ Names 


The Patent and Trademark Office (PTO) has received a 
number of complaints from the public regarding improper trun- 
cation of inventors’ names as printed on the Letters Patent. 
Changes on the printed patent currently require the filing and 
processing of certificates of correction. In an effort to address 
these complaints, the PTO has decided to change the method 
of recording and printing inventors’ names on the Letters Patent. 
This change in the manner in which inventors’ names will be 
printed on the Letters Patent is not to be confused with an 
actual change in an inventors’ name as it appears on the oath 
or declaration, which requires correction by way of a petition 
under 37 CFR 1.182 (see MPEP 605.04(c)). 

Accordingly, the PTO printing contractor will be instructed 
to print inventors’ names on the Letters Patent exactly as the 
names are typed on the oath or declaration. For example, an 
oath or declaration with a printed inventor’s name of Jonathan 
Hohenhauser Smithfield Williams, Jr., and a signature which 
is legible as Jonathan H. S. Williams, Jr., would have the Letters 
Patent printed with Jonathan Hohenhauser Smithfield Williams, 
Jr. as the inventor. 

In order to have the PTO’s records parallel as much as 
possible the above-noted changes, effective immediately, 
Application Processing Division will begin to enter into PALM 
(the PTO’s computerized database) each inventor’s name as 
printed or typed in the oath or declaration. Since the relevant 
fields in the PALM system for inventors’ given names and last 
name are each limited to 25 characters, the example given 
above would be entered into the PALM system as Jonathan 
Hohenhauser Smit Williams, Jr. This PALM entry would be 
reflected on the filing receipt mailed to applicants. While the 
name ‘Smithfield’ would be truncated in the PALM system to 
‘Smit’ as a result of the 25 character limitation, the printed 
patent will contain the full name as indicated above. 

There is a time lag between the PTO printing contractor’s 
receipt of an application to be issued as a patent and the patent’s 
actual issue date. Therefor, patents issued on or after June 17, 
1997, will contain the inventors’ full names exactly as they 
are printed on the oath or declaration. 

In all applications filed on or after April 18, 1997, applicants 
are cautioned to give their full names in the oath or declaration 
exactly as they would like them to be printed on the Letters 
Patent. In applications filed before April 18, 1997, if applicants 
do not desire to have their full names printed on the Letters 
Patent as they are printed or typed in the oath or declaration 
(at least one given name must be typed or printed in full), they 
must either: (1) request correction at the time of payment of 
the issue fee; or (2) if the issue fee has been paid prior to April 
18, 1997, request correction, as soon as possible, by writing 
to Box Issue Fee, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231. The requested correction will be made 
if sufficient time remains for the PTO to complete technical 
preparation of the text to be printed on the Letters Patent. 


EDWARD R. KAZENSKE 
Deputy Assistant Commissioner 
for Patents 


February 13, 1997 


[1196 OG 67] 
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(82) Department of Commerce 
Patent and Trademark Office 


[Docket #: 951019254-6136-02] 
RIN 0651-XX05 


Change in Procedure Relating to 
an Application Filing Date 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Change in Procedure. 

Summary: The Patent and Trademark Office (PTO) is imple- 
menting a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. Under this new 
procedure, the PTO will accord a filing date to any application 
that contains something that can be construed as a written 
description, any necessary drawing, and, in a nonprovisional 
application, at least one claim, regardless of whether the appli- 
cation is filed without all the pages of the specification or 
without all of the figures of the drawings. Applications filed 
without all the pages of the specification or without all of the 
figures of the drawings will be treated by mailing a notice 
indicating that the application has been accorded a filing date, 
but is missing pages of the specification or figures of drawings. 
The notice will indicate that failure to timely (37 CFR 1.181(f)) 
file a petition under 37 CFR 1.53(c) or 1.182 in response to 
such notice will result in the PTO treating the original applica- 
tion papers (the original disclosure of the invention) as including 
only those application papers present in the PTO on the date 
of depesit. 

Effective Date: July 22, 1996. 

For Further Information Contact: Robert W. Bahr by telephone 
at (703) 305-9285, by facsimile at (703) 308-6916, or Jeffrey 
V. Nase by telephone at (703) 305-9285, or by mail addressed 
to Box Comments-Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231. 

Supplementary Information 

The PTO is implementing a change in procedure relating to 
the treatment of applications filed without all the pages of the 
specification (Section 608.01 of the Manual of Patent Exam- 
ining Procedure (MPEP)) (e.g., with page numbering revealing 
that page(s) are missing), or without all of the figures of the 
drawings (MPEP 608.02) (e.g., without drawing figures that 
are mentioned in the specification). The procedure set forth in 
this notice will be incorporated into the next revision of the 
MPEP. 

The current treatment of applications that fail to identify the 
names of the actual inventor(s) (e.g., an application naming 
the inventorship only as “Jane Doe et al.”) as required by 37 
CFR 1.41(a) and 1.53(b) is not affected by the adoption of the 
procedure set forth in this notice. 

In a Notice entitled “Proposed Changes in Procedures 
Relating to an Application Filing Date” (Filing Date Notice), 
published in the Federal Register at 60 FR 56982-84 
(November 13, 1995), and in the PTO Official Gazette at 1181 
Off. Gaz. Pat. Office 12-13 (December 5, 1995), the PTO 
proposed a change in procedure relating to the treatment of 
applications filed without all the pages of the specification or 
without all of the figures of the drawings. In view of the 
comments received in response to the Filing Date Notice, the 
PTO is adopting the proposed change. 

The adopted procedure for the treatment of applications filed 
without all the pages of the specification or without all of the 
figures of the drawings is set forth below. 


APPLICATIONS FILED WITHOUT ALL PAGES OF 
SPECIFICATION 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all of the pages of the 
specification are present in the application. If the application 
is filed without all of the page(s) of the specification, but 
containing something that can be construed as a written descrip- 
tion, at least one drawing figure, if necessary under 35 U.S.C. 
113, the names of all the inventors, and, in a nonprovisional 
application, at least one claim, the Initial Application Examina- 
tion Division will mail a “Notice of O nitted Items” indicating 
that the application papers so deposited have been accorded a 
filing date, but are lacking some page(s) of the specification. 
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The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the page(s) at issue (generally by way of a:date-stamped 
postcard receipt (MPEP 503)), or (2) promptly submit the 
omitted page(s) in a nonprovisional application and accept the 
date of such submission as the application filing date. An 
applicant asserting that the page(s) was in fact deposited in the 
PTO with the application papers must file a petition under 37 
CFR 1.53(c) (and the petition fee under 37 CFR 1.17(i) (37 CFR 
1.17(q) in a provisional application), which will be refunded if 
it is determined that the page(s) was in fact received by the PTO 
with the application papers deposited on filing) with evidence of 
such deposit within two months of the date of the “Notice of 
Omitted Items” (37 CFR 1.181(f)). An applicant desiring to 
submit the omitted page(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date must file any omitted page(s) with an oath or declaration 
in compliance with 37 CFR 1.63 and 1.64 referring to such 
page(s) and a petition under 37 CFR 1.182 (with the petition 
fee under 37 CFR 1.17(h)) requesting the later filing date within 
two months of the date of the “Notice of Omitted Items” (37 
CFR 1.181(f)). 

An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
and the failure to file a petition under 37 CFR 1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in a nonprovisional applica- 
tion to renumber the pages consecutively and cancel any 
incomplete sentences caused by the absence of the omitted 
pages. Such amendment should be by way of preliminary 
amendment submitted prior to the first Office action to avoid 
delays in the prosecution of the application. 

If the application does not contain anything that can be 
construed as a written description, the Initial Application Exam- 
ination Division will mail a Notice of Incomplete Application 
(PTO-1123) indicating that the application lacks the specifica- 
tion required by 35 U.S.C. 112. The applicant may file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i) (37 CFR 1.17(q) in a provisional application)) asserting 
that: (1) the missing specification was submitted, or (2) the 
application papers as deposited contain an adequate written 
description under 35 U.S.C. 112. The petition under 37 CFR 
1.53(c) must be accompanied by sufficient evidence (37 CFR 
1.181(b)) to establish the applicant’s entitlement to the 
requested filing date (e.g., a date-stamped postcard receipt 
(MPEP 503) to establish prior receipt in the PTO of the missing 
specification). Alternatively, the applicant may submit the 
omitted specification, including at least one claim in a nonprovi- 
sional application, accompanied by an oath or declaration in 
compliance with 37 CFR 1.63 and 1.64 referring to the specifi- 
cation being submitted and accept the date of such submission 
as the application filing date. 

Original claims form part of the original disclosure and pro- 
vide their own written description. See In re Anderson, 471 F.2d 
1237, 176 USPQ 331 (CCPA 1973). As such, an application that 
contains at least one claim, but does not contain anything which 
can be construed as a written description of such claim(s), 
would be unusual. 


NONPROVISIONAL APPLICATIONS FILED 
WITHOUT AT LEAST ONE CLAIM 


35 U.S.C. 111(a)(2) requires that an application for patent 
include, inter alia, “a specification as prescribed by section 
112 of this title,’ and 35 U.S.C. 111(a)(4) provides that the 
“filing date of an application shall be the date on which the 
specification and any required drawing are received in the 
Patent and Trademark Office.” 35 U.S.C. 112, first paragraph, 
provides, in part, that “[t]he specification shall contain a written 
description of the invention,” and 35 U.S.C. 112, second para- 
graph, provides that “[t]he specification shall conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention.” Also, the Court of Appeals for the Federal Circuit 
stated in Litton Systems, Inc. v. Whirlpool Corp.: 
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Both statute, 35 U.S.C. 111 [(a)], and federal regulations, 
37 CFR 1.51 [(a)(1)], make clear the requirement that an appli- 
cation for a patent must include . . . a specification and claims. 
. .. The omission of any one of these component parts makes 
a patent application incompiete and thus not entitled to a filing 
date. 


728 F.2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir. 1984) 
(citing Gearon v. United States, 121 F.Supp 652, 654, 101 
USPQ 460, 461 (Ct. Cl. 1954), cert. denied, 348 U.S. 942, 104 
USPQ 409 (1955)) (emphasis in the original). 

Therefore, in an application filed under 35 U.S.C. 111(a), a 
claim is a statutory requirement for according a filing date to 
the application. 35 U.S.C. 162 and 171 make 35 U.S.C. 112 
applicable to plant and design applications, and 35 U.S.C. 
162 specifically requires the specification in a plant patent 
application to contain a claim. 35 U.S.C.111(b)(2), however, 
provides that “[a] claim, as required by the second through 
fifth paragraphs of section 112, shall not be required in a 
provisional application.” Thus, with the exception of provi- 
sional applications filed under 35 U.S.C. 111(b), any application 
filed without at least one claim is incomplete and not entitled 
to a filing date. 

If a nonprovisional application does not contain at least one 
claim, a “Notice of Incomplete Application” will be mailed to 
the applicant(s) indicating that no filing date has been granted 
and setting a period for submitting a claim. The filing date will 
be the date of receipt of at least one claim. See In re Mattson, 
208 USPQ 168 (Comm’r Pats. 1980). 

As 37 CFR 1.53(b)(2)(ii) permits the conversion of an appli- 
cation filed under 35 U.S.C. 111(a) to an application under 35 
U.S.C. 111(b), an applicant in an application, other than for a 
design patent, filed under 35 U.S.C. 111(a) on or after June 8, 
1995, without at least one claim has the alternative of filing a 
petition under 37 CFR 1.53(b)(2)(ii) to convert such application 
into an application under 35 U.S.C. 111(b), which does not 
require a claim to been entitled to its date of deposit as a 
filing date. Such a petition, however, must be filed prior to the 
expiration of twelve months after the date of deposit of the 
application under 35 U.S.C. 111(a), and comply with the other 
requirements of 37 CFR 1.53(b)(2)(ii). 


APPLICATIONS FILED WITHOUT ANY DRAWINGS 


35 U.S.C. 111(a)(2)(B) and 111(b)(2)(B) each provide, in 
part, that an “application shall include . . . a drawing as pre- 
scribed by section 113 of this title” and 35 U.S.C.111(a)(4) 
and 111(b)(4) each provide, in part, that the “filing date .. . 
shall be the date on which . . . any required drawing are received 
in the Patent and Trademark Office.” 35 U.S.C. 113 in turn 
provides that an “applicant shall furnish a drawing where neces- 
sary for the understanding of the subject matter sought to be 
patented.” 

Applications filed without drawings are initially inspected 
to determine whether a drawing is referred to in the specifica- 
tion, and if not, whether a drawing is necessary for an under- 
standing of the invention. 35 U.S.C. 113. 

In general, it has been PTO practice to treat an application 
that contains at least one process or method claim as an applica- 
tion for which a drawing is not necessary for an understanding 
of the invention under 35 U.S.C. 113. The same practice has 
been followed in composition applications. Other situations in 
which drawings are usually not considered necessary for an 
understanding of the invention under 35 U.S.C. 113 are: 


I. Coated articles or products: where the invention resides 
solely in coating or impregnating a conventional sheet (e.g., 
paper or cloth, or an article of known and conventional character 
with a particular composition), unless significant details of 
structure or arrangement are involved in the article claims; 


Il. Articles made from a particular material or composition: 
where the invention consists in making an article of a particular 
material or composition, unless significant details of structure 
or arrangement are involved in the article claims; 


Ill. Laminated Structures: where the claimed invention 
involves only laminations of sheets (and coatings) of specified 
material unless significant details of structure or arrangement 
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(other than the mere order of the layers) are involved in the 
article claims; or 


IV. Articles, apparatus or systems where sole distinguishing 
feature is presence of a particular material: where the invention 
resides solely in the use of a particular material in an otherwise 
old article, apparatus or system recited broadly in the claims, 
for example: 

a. A hydraulic system distinguished solely by the use therein 
of a particular hydraulic fluid; 

b. Packaged sutures wherein the structure and arrangement 
of the package are conventional and the only distinguishing 
feature is the use of a particular material. 


A nonprovisional application having at least one claim, or 
a provisional application having at least some disclosure, 
directed to the subject matter discussed above for which a 
drawing is usually not considered essential for a filing date, 
not describing drawing figures in the specification, and filed 
without drawings will usually be processed for examination, 
so long as the application contains something that can be con- 
strued as a written description and the names of all the inventors. 
A nonprovisional application having at least one claim, or a 
provisional application having at least some disclosure, directed 
to the subject matter discussed above for which a drawing is 
usually not considered essential for a filing date, describing 
drawing figure(s) in the specification, but filed without draw- 
ings will be treated as an application filed without all of the 
drawing figures referred to in the specification as discussed 
below, so long as the application contains something that can 
be construed as a written description and the names of all the 
inventors. In a situation in which the appropriate examining 
group determines that drawings are necessary under 35 U.S.C. 
113 the filing date issue will be reconsidered on reference from 
the examining group. 

If a nonprovisional application does not have at least one 
claim, or a provisional application does not have at least some 
disclosure, directed to the subject matter discussed above for 
which a drawing is usually not considered essential for a filing 
date, and is filed without draw‘ngs, the Initial Application 
Examination Division will mail a “Notice of Incomplete Appli- 
cation” indicating that the application lacks drawings and that 
35 U.S.C. 113 requires a dia ving where necessary for the 
understanding of the subject matter sought to be patented. 

The applicant may file a petition under 37 CFR 1.53(c) (and 
the petition fee under 37 CFR 1.17(i) (37 CFR 1.17(q) in a 
provisional application)) asserting that (1) the drawing(s) at 
issue was submitted, or (2) the drawing(s) is not necessary 
under 35 U.S.C. 113 for a filing date. The petition must be 
accompanied by sufficient evidence to establish the applicant’ s 
entitlement to the requested filing date (e.g., a date-stamped 
postcard receipt (MPEP 503) to establish prior receipt in the 
PTO of the drawing(s) at issue). Alternatively, the applicant 
may submit drawing(s) accompanied by an oath or declaration 
incompliance with 37 CFR 1.63 and 1.64 referring to the draw- 
ing(s) being submitted and accept the date of such submission 
as the application filing date. 

In design applications, the Initial Application Examination 
Division will mail a “Notice of Incomplete Application” indi- 
cating that the application lacks the drawings required under 
35 U.S.C. 113. The applicant may: (1) promptly file a petition 
under 37 CFR 1.53(c) (and the petition fee under 37 CFR 
1.17(i)) asserting that the missing drawing(s) was submitted, 
or (2) promptly submit drawing(s) accompanied by an oath or 
declaration in compliance with 37 CFR 1.63 and 1.64 and 
accept the date of such submission as the application filing 
date. 37 CFR 1.154(a) provides that the claim in a design 
application “shall be in formal terms to the ornamental design 
for the article (specifying name) as shown, or as shown and 
described.” As such, petitions under 37 CFR 1.53(c) asserting 
that drawings are unnecessary under 35 U.S.C. 113 for a filing 
date in a design application will not be found persuasive. 


APPLICATIONS FILED WITHOUT ALL FIGURES 
OF DRAWINGS 


The Initial Application Examination Division reviews appli- 
cation papers to determine whether all mentioned drawing fig- 
ures in the specification are present in the application. If the 
application is filed without all of the drawing figure(s) referred 
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to in the specification, and the application contains something 
that can be construed as a written description, at least one 
drawing, if necessary under 35 U.S.C. 113, the names of all 
the inventors, and, in a nonprovisional application, at least one 
claim, the Initial Application Examination Division will mail 
a “Notice of Omitted Items” indicating that the application 
papers so deposited have been accorded a filing date, but are 
lacking some of the drawings described in the specification. 
The mailing of a “Notice of Omitted Items” will permit the 
applicant to either: (1) promptly establish prior receipt in the 
PTO of the drawing(s) at issue (generally by way of a date- 
stamped postcard receipt (MPEP 503)), or (2) promptly submit 
the omitted drawing(s) in a nonprovisional application and 
accept the date of such submission as the application filing 
date. An applicant asserting that the drawing(s) was in fact 
deposited in the PTO with the application papers must file a 
petition under 37 CFR 1.53(c) (and the petition fee under 37 
CFR 1.17(i) (37 CFR 1.17(q) in a provisional application), 
which will be refunded if it is determined that the drawing(s) 
was in fact received by the PTO with the application papers 
deposited on filing) with evidence of such deposit within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)). An applicant desiring to submit the omitted drawings 
in a nonprovisional application and accept the date of such 
submission as the application filing date must file any omitted 
drawing(s) with an oath or declaration in compliance with 37 
CFR 1.63 and 1.64 referring to such drawing(s) and a petition 
under 37 CFR 1.182 (with the petition fee under 37 CFR 
1.17(h)) requesting the later filing date within two months of 
the date of the “Notice of Omitted Items” (37 CFR 1.181(f)). 
An applicant willing to accept the application as deposited 
in the PTO need not respond to the “Notice of Omitted Items,” 
and the failure to file a petition under 37 CFR1.53(c) or 1.182 
(and the requisite petition fee) as discussed above within two 
months of the date of the “Notice of Omitted Items” (37 CFR 
1.181(f)) will be treated as constructive acceptance by the 
applicant of the application as deposited in the PTO. Amend- 
ment of the specification is required in a nonprovisional applica- 
tion to cancel all references to the omitted drawing, both in 
the brief and detailed descriptions of the drawings and including 
any reference numerals shown only in the omitted drawings. 
In addition, a separate letter is required in a nonprovisional 
application to renumber the drawing figures consecutively 
(showing the proposed changes in red ink), if necessary, and 
amendment of the specification is required to correct the refer- 
ences to the drawing figures to correspond with any relabelled 
drawing figures, both in the brief and detailed descriptions of 
the drawings. Such amendment and correction to the drawing 
figures, if necessary, should be by way of preliminary amend- 
ment submitted prior to the first Office action to avoid delays 
in the prosecution of the application. 


SUBSEQUENT TREATMENT OF APPLICATION 


In instances in which a “Notice of Incomplete Application” 
has been mailed, further action by the applicant is necessary 
for the application to be accorded a filing date. As such, the 
application will be retained in the Initial Application Examina- 
tion Division to await such action. Unless the applicant either 
completes the application or files a petition under 37 CFR 
1.53(c) (and the petition fee under 37 CFR 1.17(i) or 1.17(q)) 
within the period set in the “Notice of Incomplete Application,” 
the application will be processed as an incomplete application 
under 37 CFR 1.53(c). 

In instances in which a “Notice of Omitted Items” has been 
mailed, the application will be retained in the Initial Application 
Examination Division for a period of two months from the 
mailing date of “Notice of Omitted Items” to permit the appli- 
cant to either: (1) establish prior receipt in the PTO of the 
page(s) or drawing(s) at issue, or (2) promptly submit the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accept the date of such submission as the application filing 
date. Extensions of time under 37 CFR 1.136 will not be appli- 
cable to this two-month time period. 

The grant of a petition under 37 CFR 1.182 to accept the 
omitted page(s) or drawing(s) in a nonprovisional application 
and accord the date of such submission as the application filing 
date will be indicated by the issuance of a new filing receipt 
indicating the filing date accorded the application. 
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Unless the applicant timely files a petition under 37 CFR 
1.53(c) or 1.182 (and the requisite petition fee), the application 
will maintain the filing date as of the date of deposit of the 
application papers in the PTO, and the original application 
papers (i.e., the original disclosure of the invention) will include 
only those application papers present in the PTO on the date 
of deposit. Nonprovisional applications that are complete under 
35 CFR 1.51(a)(1) will then be forwarded to the appropriate 
examining group for examination of the application. Provisional 
applications that are complete under 35 CFR 1.51(a)(2) will 
then be forwarded to Files Repository. The current practice for 
treating applications that are not complete under 37 CFR 1.51 (a) 
will remain unchanged (37 CFR 1.53(d)). 

Any petition under 37 CFR 1.53(c) or 1.182 not filed within 
this two-month period may be dismissed as untimely. 37 CFR 
1.181(f). Under the adopted procedure, the PTO may strictly 
adhere to the two-month period set forth in 37 CFR 1.181(f), 
and dismiss as untimely any petition not filed within this two- 
month period. This strict adherence to the two-month period 
set forth in 37 CFR 1.181(f) is justified as such applications 
will now be forwarded for examination at the end of this two- 
month period. It is further justified in instances in which the 
applicant seeks to submit the omitted page(s) or drawing(s) 
in a nonprovisional application and request the date of such 
submission as the application filing date since: (1) according 
the application a filing date later than the date of deposit may 
affect the date of expiration of any patent issuing on the applica- 
tion due to the changes to 35 U.S.C. 154 contained in Public 
Law 103-465, § 532, 108 Stat. 4809 (1994), and (2) the filing 
of a continuation-in-part application is a sufficiently equivalent 
mechanism for adding additional subject matter to avoid the 
loss of patent rights. 

The submission of omitted page(s) or drawing(s) in a nonpro- 
visional application and acceptance of the date of such submis- 
sion as the application filing date is tantamount to simply filing 
a new application. Thus, applicants should consider filing a 
new application as an alternative to submitting a petition under 
37 CFR 1.182 (with the petition fee under 37 CFR 1.17(h)) 
with any omitted page(s) or drawing(s), which is a cost-effective 
alternative in instances in which an nonprovisional application 
is deposited without filing fees. Likewise, in view of the rela- 
tively low filing fee for provisional applications, and the PTO’s 
desire to minimize the processing of provisional applications, 
the PTO will not grant petitions under 37 CFR 1.182 to accept 
omitted page(s) or drawing(s) and accord an application filing 
date as of the date of such submission. Instead, the applicant 
should simply refile the complete provisional application. 


Response to Comments 


Thirteen comments were received in response to the Filing 
Date Notice. Nine comments expressly supported the proposed 
change, while the remaining four comments simply made addi- 
tional comments or suggested additional changes, but did not 
oppose the proposed change. The written comments have been 
analyzed, and responses to the comments follow. 

Comment (1): One comment suggested that the PTO should, 
by rulemaking, permit the addition of subject matter in a foreign 
application for which priority is claimed. 

Response: Where an application includes in the papers depos- 
ited on filing with the application a certified copy of a foreign 
application for which priority is claimed, the PTO will grant 
a timely petition under 37 CFR 1.182 requesting that: (1) the 
corresponding sheets of drawings in the foreign priority applica- 
tion be accepted for any omitted sheets of drawings in the 
application, or (2) the foreign priority application be accepted 
as the application as filed, which may result in the treatment 
of the foreign priority application as an application filed in a 
non-English language (37 CFR 1.52(d)). 

In instances in which the foreign priority application was 
not present among the papers deposited on filing with the 
application, any addition of subject matter from the foreign 
priority application into the application must be considered as 
new matter under 35 U.S.C. 132 (and, as such, will not be 
permitted by petition), unless the application-as-filed specifi- 
cally incorporates the foreign priority application by reference. 

Drawing figures do not require translation of the subject 
matter shown therein and individual drawing figures are suffi- 
ciently segregated that it is considered appropriate to permit, 





Marcu 21, 2000 


by petition under 37 CFR 1.182, the acceptance of the corres- 
ponding sheets of drawings in the foreign priority application 
for any omitted sheets of drawings in the application. The 
specification of a foreign priority application, however, is gen- 
erally subject to translation and revision prior to its filing in 
the PTO as the specification of an application. As such, it is 
considered appropriate to permit, by petition under 37 CFR 
1.182, the acceptance of a foreign priority application as the 
application as filed, but it is not considered acceptable to permit 
the acceptance of a translation of portions of the foreign priority 
application for omitted pages of the specification. 

Finally, the occurrence of situations in which it is necessary 
for an applicant to request that the corresponding sheets of 
drawings in the foreign priority application be accepted for any 
omitted sheets of drawings in the application, or the foreign 
priority application be accepted as the application as filed is 
relatively rare. In addition, the treatment of these few applica- 
tions on an ad hoc basis pursuant to 37 CFR 1.182 and 1.183 
has proven acceptable. 

Comment (2): One comment suggested that the PTO should 
consider requiring a declaration from the attorney averring that 
the omitted matter was inadvertently omitted. 

Response: First, in view of a registered practitioner’s responsi- 
bilities as set forth in 37 CFR Part 10, the PTO does not 
generally require verification of statements by registered prac- 
titioners. See, e.g., 37 CFR 1.125 and 1.137. Second, as there 
is no apparent benefit to omitting material from an application 
as deposited in the PTO, there appears to be little justification 
for requiring even a statement that the omitted matter was 
inadvertently omitted. 

Comment (3): One comment questioned whether the change 
would be applicable to applications filed under 37 CFR 1.60 
or 1.62. 

Response: The adopted procedure applies to applications filed 
under 37 CFR 1.53. 

37 CFR 1.60 requires, inter alia, that the application be a 
true copy of the prior application (37 CFR 1.60(b)(2)), and a 
copy that omits pages of specification or sheets of drawings 
from the prior application is not a true copy of the prior applica- 
tion. As such, a copy that omits pages of specification or 
sheets of drawings from the prior application is an improper 
application under 37 CFR 1.60, and cannot be accorded a filing 
date as an application under 37 CFR 1.60 until the filing error 
is corrected. 

The PTO considers 37 CFR 1.60 to be unnecessary in view 
of changes to 37 CFR 1.4(d), and a trap for the unwary. The 
PTO has previously proposed to eliminate 37 CFR 1.60 (See 
notice of proposed rulemaking entitled “Changes to Implement 
20-Year Patent Term and Provisional Application” (20-Year 
Term Notice of Proposed Rulemaking) published in the Federal 
Register at 59 FR 63951 (December 12, 1994), and in the 
Patent and Trademark Office Official Gazette at 1170 Off. Gaz. 
Pat. Office 377 (January 3, 1995)), and will again propose to 
eliminate 37 CFR 1.60, as well as 37 CFR 1.62, in an impending 
rulemaking to implement the Administration’s regulatory 
reform initiative. 

A continuation or divisional application may be filed under 
35 U.S.C. 111(a) using the procedures set forth in 37 CFR 
1.53(b)(1), by providing a copy of the prior application, 
including a copy of the oath or declaration in such prior applica- 
tion, as filed. The patent statutes and rules of practice do not 
require that an oath or declaration include a recent date of 
execution, and the Examining Corps has been directed not to 
object to an oath or declaration as lacking either a recent date 
of execution or any date of execution. This change in examining 
practice will appear in the next revision of the MPEP. As is 
currently the situation under 37 CFR 1.60 and 1.62, the appli- 
cant’s duty of candor and good faith including compliance with 
the duty of disclosure requirements of § 1.56 is continuous and 
applies to the continuation or divisional application, notwith- 
standing the lack of a newly executed oath or declaration. 

37 CFR 1.60(b)(4) and 1.62(a) currently permit the filing of 
a continuation or divisional application by less than all of the 
inventors named in a prior application without a newly executed 
oath or declaration. The oath or declaration in an application 
filed under 37 CFR 1.53(b), however, must identify the inven- 
torship of such application. Thus, unless it is necessary to file 
a continuation or divisional application under 37 CFR 1.60 to 
name less than all of the inventors named in a prior application, 
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applicants are encouraged to file continuing applications under 
37 CFR 1.53(b) (i.e., omit any reference to 37 CFR 1.60 in 
the application papers) to avoid an inadvertent failure to comply 
with all of the requirements of 37 CFR 1.60. 

An application under 37 CFR 1.62 uses the content of the 
prior application, and is itself only a request for an application 
under 37 CFR 1.62. As such, there is no concern that an 
application under 37 CFR 1.62 will be filed without all the 
pages of the specification or without all of the figures of the 
drawings. 

Comment (4): One comment questioned whether a filing date 
would be accorded if the name of an inventor were omitted. 

Response: 37 CFR 1.41 and 1.53 currently require that an 
application be filed in the name of the actual inventor or inven- 
tors, and this notice does not involve changes to the rules of 
practice. The PTO will propose to eliminate this requirement 
in 37 CFR 1.41 and 1.53 in the rulemaking to implement the 
Administration’s regulatory reform initiative. 


Comment (5): One comment suggested that the notices be 
mailed out as soon as possible to avoid a loss of rights for those 
applicants who require completion or refiling of the application. 
Another comment suggested that the decision as to whether an 
application is “incomplete” should be made by the Examining 
Corps, rather than on a formalistic basis by the Initial Applica- 
tion Examination Division. 

Response: The efficient pre-examination processing of applica- 
tions is in the mutual interest of the PTO and applicants. The 
PTO is currently in the process of modifying its pre-examination 
processing procedures to avoid any unnecessary delay. This 
new procedure will not impact the pre-examination processing 
of applications, in that the Initial Application Examination 
Division will mail a “Notice of Incomplete Application,” 
“Notice of Omitted Items,” and “Notice to File Missing Parts” 
under this new procedure at the time the “Notice of Incomplete 
Application” and “Notice to File Missing Parts” are currently 
mailed. 

The adopted procedure replaces formalistic procedures with 
procedures based upon the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113. Filing date issues are 
ultimately decided by the Office of Petitions in the Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects (MPEP 1002.02(b)(35)) on the basis of whether and 
when the application meets the requirements for a filing date 
as set forth in 35 U.S.C. 111, 112, and 113, and not on the 
basis of who made the initial decision not to accord a filing 
date to the application. 

It should be recognized that there is tension between the 
comments objecting to any review of the entitlement of an 
application to a filing date by the Initial Application Examina- 
tion Division (arguing that this issue should be considered only 
by the Examining Corps) and the desire for speedy notification 
to the applicant that a portion of the application appears to 
have been omitted. To defer all review of the entitlement of 
an application to a filing date until the application is picked- 
up for examination would cause a significant delay in any such 
notification to the applicant. 

Comment (6): One comment noted that 35 U.S.C. 111(b) 
does not require a claim for a provisional application. Several 
comments suggested that the PTO automatically treat any non- 
provisional application filed without at least one claim as a 
provisional application, if such application is otherwise entitled 
to a filing date as a provisional application. 

Response: A provisional application does not require a claim 
to be entitled to a filing date. As discussed supra, an applicant 
in an application, other than for a design patent, filed under 
35 U.S.C. 111(a) on or after June 8, 1995, without at least one 
claim has the alternative of filing a petition under 37 CFR 
1.53(b)(2)(ii) to convert such application into an application 
under 35 U.S.C. 111(b). The PTO does not consider it appro- 
priate to “automatically” consider an application filed under 
35 U.S.C. 111(a) without a claim to be an application under 
35 U.S.C. 111(b) (a provisional application), since the applicant 
may not desire an application under 35 U.S.C. 111(b), and may 
desire to file a claim to obtain an application filing date as of 
the date of submission of such claim. 

Comment (7): One comment suggested that the MPEP should 
clearly indicate that applications filed without all the pages of 
specification or all the figures of drawings described in the 
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specification cannot automatically be treated as defective under 
35 U.S.C. 112, but must be considered for compliance with 
35 U.S.C. 112 by the subject matter that is present in the 
application papers. 

Response: In an effort to improve the examination of applica- 
tions, chapter 2100 of the MPEP has been revised to set forth 
specific guidelines for rejections under 35 U.S.C. 101, 102, 
103, and 112. MPEP 2161 ef seg. set forth the guidelines for 
rejections under 35 U.S.C. 112, first and second paragraphs, 
and do not authorize a rejection under 35 U.S.C. 112 based 
merely upon the fact that pages of specification or figures of 
drawing were omitted. 

Comment (8): One comment questioned whether the proposed 
procedure for the treatment of applications filed without all the 
pages of specification or all the figures of drawings described 
in the specification is applicable to provisional applications, 
noting that 35 U.S.C. 111(b) provides that a claim is not required 
in a provisional application. 


Response: The adopted procedure applies to applications (both 
provisional and nonprovisional) filed under 37 CFR 1.53. The 
procedure recognizes that 35 U.S.C. 111(b) does not require a 
claim in a provisional application. 
Comment (9): One comment suggested that the two-month 
period for taking action would be unfair in instances in which 
the PTO prepares and enters the notice into the Patent Applica- 
tion Locating and Monitoring (PALM) system but fails to mail 
the notice or mails the notice to an incorrect correspondence 
address. 
Response: The “Notice of Omitted Items” is not an action 
within the meaning of 35 U.S.C. 133 to which a response is 
required to avoid abandonment. An applicant simply has the 
opportunity to file a petition, but need not take action, in 
response to a “Notice of Omitted Items.” Thus, the timeliness 
of any such petition is governed by 37 CFR 1.181(f). 37 CFR 
1.181(f) provides that any petition not filed within two months 
from the action complained of may be dismissed as untimely. 
Establishing prior receipt in the PTO of the page(s) or draw- 
ing(s) at issue or submitting the omitted page(s) or drawing(s) 
and accepting the date of such submission as the application 
filing date would result in an addition to the papers constituting 
the original disclosure of the application, and, submitting the 
omitted page(s) or drawing(s) and accepting the date of such 
submission as the application filing date would result in a 
change in application filing date. As a change in either the 
original disclosure or filing date of an application would inter- 
fere with the examination of the application for compliance 
with 35 U.S.C. 102, 103, and 112, the PTO will not forward 
an application in which a “Notice of Omitted Items” has been 
mailed for examination until it is apparent that the applicant 
has not responded to the “Notice of Omitted Items.” Thus, a 
nonprovisional application will not be processed for examina- 
tion, and the examination of the application will be delayed, 
until the expiration of two months from the mailing date of 
“Notice of Omitted Items.” The two-month period set forth in 
37 CFR 1.181(f) is considered an appropriate balance between 
providing an applicant sufficient time to take action in response 
to a “Notice of Omitted Items” and avoiding unnecessary delays 
in the examination of the application, which would be undesir- 
able in view of 35 U.S.C. 154 as amended by Public Law 103- 
465. While an applicant willing to accept a nonprovisional 
application as deposited in the PTO need not respond to the 
“Notice of Omitted Items,” the filing of an express communica- 
tion to that effect would permit the PTO to proceed with the 
processing of the application for examination, and, as such, 
may reduce the delay in the examination of the application. 
While a “Notice of Omitted Items” is not an action within 
the meaning of 35 U.S.C. 133, the principles regarding nonre- 
ceipt or delayed receipt of a “Notice of Omitted Items,” due 
either to a failure on the part of the PTO to properly mail such 
notice or a failure on the part of the U.S. Postal Service to 
deliver such notice to the correspondence address in a timely 
manner, are applicable to the nonreceipt or delayed receipt of 
a “Notice of Omitted Items.” Applicants are directed to the 
Notice entitled “Withdrawing the Holding of Abandonment 
When Office Actions Are Not Received,” published in the PTO 
Official Gazette at 1156 Off. Gaz. Pat. Office 53 (November 
16, 1993), for the evidence necessary to establish nonreceipt 
of a “Notice of Omitted Items,” and the Notice entitled “Proce- 
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dures For Restarting Response Periods,“ published in the PTO 
Official Gazette at 1160 Off. Gaz. Pat. Office 14 (March 1, 
1994), for the evidence necessary to establish delayed receipt 
of a ”Notice of Omitted Items." 

Comment (10): One comment suggested that while the pro- 
posed procedure is an improvement, it still conflicts with 35 
U.S.C. 112 and 113. The comment specifically argues that the 
sufficiency of an application is a matter for determination by 
an examiner skilled in the subject matter of the application, in 
that Congress did not intend that the sufficiency of an applica- 
tion be determined by the Initial Patent Examination Division. 
Response: The adopted procedure will accord a filing date to 
any application that contains something that can be construed 
as a written description, any necessary drawing, and, in a non- 
provisional application, at least one claim. This procedure is 
consistent with the requirements for a filing date as set forth 
in 35 U.S.C. 111, 112, and 113. 35 U.S.C. 113, second sentence, 
contemplates that drawings may be filed after the filing date 
of an application. 35 U.S.C. 113, however, provides that an 
“applicant shall furnish a drawing where necessary for the 
understanding of the subject matter sought to be patented,” and 
35 U.S.C. 111(a)(4) and 111(b)(4) each provide, in part, that 
the “filing date . . . shall be the date on which . . . any required 
drawing are received in the Patent and Trademark Office.” As 
such, the PTO has the statutory authority, and responsibility, 
to determine whether a drawing is necessary under 35 U.S.C. 
113 in an application filed without drawings prior to according 
a filing date to that application. 

There is nothing in 35 U.S.C. 111, 112, or 113 that limits 
the authority of the Commissioner to delegate the determination 
of whether or when any application meets the requirements for 
a filing date as set forth in 35 U.S.C. 111, 112, and 113. In 
any event, filing date issues are, as discussed supra, ultimately 
decided by Office of the Deputy Assistant Commissioner for 
Patent Policy and Projects on the basis of whether and when 
the application meets the requirements for a filing date as set 
forth in 35 U.S.C. 111, 112, and 113, and not on the basis of 
who made the initial decision not to accord a filing date to the 
application. 

Comment (11): One comment suggested that the proposed 
procedure be adopted by rulemaking. Another comment sug- 
gested that the proposed procedure either be adopted by rulem- 
aking or clearly set forth in the MPEP. 

Response: 37 CFR 1.53(b)(1) provides that the “filing date of 
an application for patent filed under this section, except for a 
provisional application, is the date on which: a specification 
containing a description pursuant to § 1.71 and at least one 
claim pursuant to § 1.75; and any drawing required by § 1.81(a), 
are filed in the Patent and Trademark Office in the name of 
the actual inventor or inventors as required by § 1.41.” 37 
CFR 1.53(b)(2) provides that the “filing date of a provisional 
application is the date on which: a specification as prescribed 
by 35 U.S.C. 112, first paragraph; and any drawing required 
by § 1.81(a), are filed in the Patent and Trademark Office in 
the name of the actual inventor or inventors as required by § 
1.41.” Thus, no change to the rules of practice is necessary to 
adopt the procedure set forth in this notice. 

It should be noted that the MPEP 608.01 sets forth the former 
procedure for treating an application filed without all of the 
pages of specification or filed under 35 U.S.C. 111(a) without 
at least one claim. Likewise, MPEP 608.02 sets forth the former 
procedure for treating an application filed without drawings or 
all of the figures of drawings. 

The next revision of the MPEP will incorporate the change 
in procedure set forth in this notice. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1188 OG 48] 


June 5, 1996 


(83) Clarification of Application Revival Procedures 
(37 CFR 1.137) 


The Patent and Trademark Office (PTO) revised the regula- 
tions concerning the revival of abandoned applications (37 CFR 
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1.137) in December of 1997. See Changes to Patent Practice 
and Procedure, Final Rule Notice, 62 Fed. Reg. 53131, 53157- 
63, 53194-95 (October 10, 1997), 1203 Off. Gaz. Pat. Office 
63, 85-90, 119-20 (October 21, 1997). 


The provisions concerning the revival of an abandoned appli- 
cation on the basis of unintentional delay (without a showing 
that the delay was unavoidable) were revised to eliminate the 
one-year filing period requirement. The revised rule requires 
a statement that “the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to [37 CFR 1.137(b)] was unintentional.” 
See 37 CFR 1.137(b)(3)(1998). The PTO receives numerous 
petitions under 37 CFR 1.137(b) containing an “unintentional” 
statement that varies from the language required by 37 CFR 
1.137(b)(3): e.g., “the abandonment was unintentional,” “the 
delay was unintentional,” “the delay caused by the abandon- 
ment was unintentional.” Some petitions do not include a state- 
ment that “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to 37 CFR 1.137(b) was unintentional.”' 


To expedite the treatment of such petitions, the PTO condi- 
tionally grants petitions containing a statement that does not 
comply with 37 CFR 1.137(b)(3). The decision granting such 
a petition includes a paragraph stating that: (1) the statement 
in the petition does not comply with 37 CFR 1.37(b)(3); (2) 
the statement in the petition is being construed as a statement 
that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to 37 CFR 1.137(b) was unintentional;” and (3) petitioner must 
notify the PTO if such an interpretation of the statement in the 
petition was not correct. 


Applicants filing a petition under 37 CFR 1.137(b) to revive 
an abandoned application should either use the forms provided 
by the PTO (PTO/SB/64 or PTO/SB/64PCT) or ensure that 
the statement “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to 37 CFR 1.137(b) was unintentional” is included in 
such petition. These forms (and other forms provided by the 
PTO) may be downloaded from the PTO’s Web site at http:// 
www.uspto.gov. Even if an applicant considers it necessary or 
desirable to include a statement of the facts concerning the 
delay, such statement should include (e.g., begin or end with) 
the statement that “the entire delay in filing the required reply 
from the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional.” 


The PTO anticipated that the December 1997 revision to 37 
CFR 1.137 would reduce the number of petitions under 37 
CFR 1.137(a) (on the basis of “unavoidable delay”). This is 
because petitions under 37 CFR 1.137(b) require less effort 
(statement(s) rather than a showing accompanied by documen- 
tary evidence) and are evaluated under the less stringent “unin- 
tentional delay” standard. Nevertheless, the filing of petitions 
under 37 CFR 1.137(a) has not decreased. 


This appears to be because the PTO’s published discussion 
of the revision to 37 CFR 1.137(b), supra (indicating that the 
PTO may require further information if the period between the 
date of abandonment or mail date of a notice of abandonment 
and the filing of a petition to revive exceeds certain bench- 
marks), has lead applicants to the conclusion that petitions 
under 37 CFR 1.137(b) are no less burdensome than petitions 
under 57 CFR 1.137(a). Applicants determining whether to file 
a petition to revive an application under 37 CFR 1.137(b) or 
1.137(a) should take the following into account: 


First: The PTO relies upon the applicant’s duty of candor 
and good faith and usually accepts the statement that “the entire 
delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to 37 CFR 
1.137(b) was unintentional” without requiring further informa- 
tion in the vast majority of petitions under 37 CFR 1.137(b). 
This is because the party presenting a paper is obligated under 
37 CFR 10.18 to inquire into the underlying facts and circum- 
stances when the party provides this statement to the PTO. See 
Changes to Patent Practice and Procedure, 62 Fed. Reg. at 
53160 and 53178, 1203 Off. Gaz. Pat. Office at 88 and 103 
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(responses to comments 64 and 109).’ In addition, providing 
an inappropriate statement in a petition under 37 CFR 1.137(b) 
to revive an abandoned application may have an adverse effect 
when attempting to enforce any patent resulting from the appli- 
cation. Patents have been held unenforceable due to a finding 
of inequitable conduct in submitting an inappropriate statement 
that the abandonment was unintentional. 


Second: Even if the PTO requires further information in a 
petition under 37 CFR 1.137(b), the petition under 37 CFR 
1.137(b) is significantly less burdensome to prepare and prose- 
cute than a petition under 37 CFR 1.137(a). The PTO is almost 
always satisfied that “the entire delay . . . was unintentional” 
on the basis of statement(s) by the applicant or representative 
explaining the cause of the delay (accompanied at most by 
copies of correspondence relevant to the period of delay). A 
showing of unavoidable delay will (in addition to the above) 
require: (1) evidence concerning the procedures in place that 
should have avoided the error resulting in the delay; (2) evi- 
dence concerning the training and experience of the persons 
responsible for the error; and (3) copies of any applicable 
docketing records to show that the error was in fact the cause 
of the delay. See MPEP 711.03(c)(III)(C)(2). In addition, a 
petition under 37 CFR 1.137(a) must establish that the delay 
was unavoidable, and not just that it was unintentional. Thus, 
many petitions originally filed under 37 CFR 1.137(a) end up 
being granted under 37 CFR 1.137(b) when the applicant real- 
izes that sufficient evidence concerning the delay is too difficult 
to obtain or the cause of delay simply does not amount to 
“unavoidable delay” within the meaning of 37 CFR 1.137(a) 
and resubmits the petition under 37 CFR 1.137(b). 


Third: Since the “showing” requirement and “unavoidable 
delay” standard of 37 CFR 1.137(a) are more exacting than 
the corresponding requirements of 37 CFR 1.137(b), a petition 
under ?7 CFR 1.137(a) is less likely to be grantable as filed 
than is a petition under 37 CFR 1.137(b). The PTO typically 


renders a number of interlocutory decisions dismissing a peti- 
tion under 37 CFR 1.137(a) and requesting additional evidence 
until either the applicant provides a satisfactory showing of 
unavoidable delay or the PTO concludes that the applicant 
cannot provide a satisfactory showing of unavoidable delay. 
Thus, the period between when an applicant first files a petition 
to revive and the PTO renders a decision granting or denying 
that petition is, more often than not, much longer if the petition 
is under 37 CFR 1.137(a) than it would be if the petition were 
under 37 CFR 1.137(b). 


Inquiries regarding this matter should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


STEPHEN J. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


August 4, 1999 


' 37 CFR 1.137(b) as originally adopted in 1983 required the 
statement that “the abandonment was unintentional” (see 37 
CFR 1.137(b)(1983)), and was amended in 1993 to require 
the statement that “the delay was unintentional” (see 37 CFR 
1.137(b)(1994)). Thus, this situation appears to be due, in part, 
to the use of outdated forms or petition templates. 


> It is noted that MPEP 711.03(c)(III)(D) states that the PTO 
“will” require further information if a petition is filed ouside 
cetain benchmarks, where the rule notice states only that the 
PTO “may” require information in those situations. See 
Changes to Patent Practice and Procedure, 62 Fed. Reg. at 
53159, 1203 Off. Gaz. Pat. Office at 86-87. Since the PTO 
relies upon the applicant’ s duty of candor and good faith without 
requiring further information in the vast majority of petitions 
under 37 CFR 1.137(b), the MPEP will be revised to state only 
that the PTO “may” require further information and to eliminate 
the language which encourages applicant to provide such infor- 
mation in an initial petition under 37 CFR 1.137(b). 


[1225 OG 127] 
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(84) Diligence in Filing Petitions to Revive 
and Petitions to Withdraw 


the Holding of Abandonment 


Once an application becomes inadvertently abandoned, it is 
incumbent on applicant to act with diligence in providing the 
response necessary to continue prosecution. Petitions to revive 
or to withdraw the holding of abandonment must be filed 
promptly after applicant is notified or otherwise becomes aware 
of the abandonment. Unless and until the Commissioner accepts 
applicant’s response as sufficient and complete to revive the 
application or to withdraw the holding of abandonment, the 
application remains abandoned and the burden continues to 
rest with applicant to exercise diligence. 

Some practitioners have demonstrated a lack of diligence in 
filing or renewing a petition to revive or a petition to withdraw 
the holding of abandonment. This appears to have been a con- 
scious decision on the practitioners’ part based on the belief 
that any delay in filing or renewing a petition could be cured 
by filing a terminal disclaimer equivalent to the period of delay 
in prosecuting the application. While the Office does have a 
policy of requiring a terminal disclaimer in those situations 
where there has been a delay of more than six months in filing 
a grantable petition to revive an application that has become 
abandoned [37 CFR 1.137(c), 1.316(d) and 1.317(c)], the ter- 
minal disclaimer has never been authorized or set forth in the 
tules as a substitute for diligence. Indeed, such an interpretation 
would be contrary to the traditional concept of reasonable dili- 
gence and is contrary to the explicit requirement of 37 CFR 
1.137(a), 1.155(b), 1.181(f), 1.316(b) and 1.137(b) that a peti- 
tion to revive be filed promptly. See In re Application of Takao, 
17 USPQ2d 1155 (Comm’r. 1990). 


JAMES E. DENNY 
Assistant Commissioner for 
Patents-designate 

[1124 OG 23] 


(85) Withdrawing the Holding of Abandonment 


When Office Actions Are Not Received 


The purpose of this notice is to announce a practice that will 
minimize costs and burdens to the practitioner and the Office 
when an application has become abandoned due to a failure 
to receive an Office action. 

A petition to withdraw the holding of abandonment in accor- 
dance with Delgar Inc. v. Schuyler, 172 USPQ 513 (D.D.C. 
1971) is burdensome to the practitioner since the practitioner 
must overcome a strong presumption that an Office action duly 
addressed and indicated as mailed was timely delivered to 
the addressee. To overcome this presumption, a practitioner is 
currently required to submit a persuasive showing that would 
permit the Office to conclude that the Office action was not 
received. Accordingly, evidence which is typically required 
includes: copies of records which would disclose the receipt 
of other correspondence mailed from the Patent and Trademark 
Office on or about the mail date of the non-received Office 
action, but fail to disclose receipt of the Office action mailed 
that date; copies of records on which the Office action would 
have been entered had it been received (e.g., a copy of the 
outside of the file jacket maintained by the practitioner); and 
verified statements from persons who would have handled the 
Office action (e.g., mail clerks, docket clerks, secretary, etc.). 

In order to minimize costs and burdens to the practitioner 
and the Office when an application has become abandoned due 
to a failure to receive an Office action, the Office is modifying 
the showing required to make a petition to withdraw the holding 
of abandonment grantable. The showing required to establish 
the failure to receive an Office actio must consist of a statement 
from the practitioner stating that the Office action was not 
received by the practitioner and attesting to the fact that a 
search of the file jacket and docket records indicates that the 
Office action was not received. A copy of the docket record 
where the non-received Office action would have been entered 
had it been received and docketed must be attached to and 
referenced in practitioner’s statement. 
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The showing outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the Office 
action may have been lost after receipt rather than a conclusion 
that the Office action was lost in the mail, e.g., if the practitioner 
has a history of not receiving Office actions. Two additional 
procedures are available for reviving an application that has 
become abandoned due a failure to respond to an Office Action: 
(1) a petition based on unintentional abandonment or delay; 
and (2) a petition based on unavoidable delay. See Manual of 
Patent Examining Procedure § 711.03(c). 


CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 

for Patents 


Oct. 25, 1993 


[1156 OG 53] 


(86) Video Conference Center 

In the interest of providing better service to its customers, 
the Patent and Trademark Office (PTO) has established a Video 
Conference Center (VCC) to expedite patent and trademark 
prosecution. The VCC is presently administered by the Patent 
Academy and is available for authorized official business during 
normal business hours (8:30 AM - 5:00 PM, EST). The VCC 
equipment includes a high resolution document camera, direct 
computer input, VCR display capability and a high speed, high 
resolution G-4 facsimile machine. At this time, use of the 
VCC will be limited to our partnership Patent and Trademark 
Depository Libraries (PTDLs) located at Sunnyvale, Calif. and 
the Great Lakes Patent and Trademark Center at the Detroit 
Public Library, which have duplicate video equipment. Cus- 
tomers wishing to utilize the facilities at the above noted PTDLs 
rather than coming to the PTO for a face-to-face interview, 
should contact the patent examiner or trademark examining 
attorney and identify two alternative dates and time for a video 
conference. The patent examiner or trademark examining 
attorney will then contact Patent Academy personnel who will, 
in turn, make all the arrangements. The customer will be notified 
as to the date and time of the video conference. 


[1195 OG 16] 


(87) Procedures for Restarting Response Periods 

The purpose of this notice is to announce revised procedures 
for restarting response periods set in patent related matters. 
Occasionally, mail from the Patent and Trademark Office 
(PTO) is received late at the correspondence address or the 
mail is delayed in leaving the PTO. 

The following revised procedures are effective immediately 
and will be followed in processing a petition to reset a period 
for response due to late receipt of a PTO action or due to a 
postmark date which is later than the mail date printed on a 
PTO action. The authority to decide such petitions is delegated 
to the Group Director, where the PTO action involved in the 
petition was mailed by a patent examining group. 


Petition to reset a period for response due to late receipt 
of a PTO action 


The PTO will grant a petition to restart the previously set period 
for response to a PTO action to run from the date of receipt 
of the PTO action at the correspondence address when the 
following criteria are met: (1) the petition is filed within two 
weeks of the date of receipt of the PTO action at the correspon- 
dence address; (2) a substantial portion of the set response 
period had elapsed on the date of receipt (e.g., at least one 
month of a two or three month response period had elapsed); 
and (3) the petition includes (a) evidence showing the date of 
receipt of the PTO action at the correspondence address (e.g., 
a copy of the PTO action having the date of receipt of the PTO 
action at the correspondence address stamped thereon, a copy 
of the envelope (which contained the PTO action) having the 
date of receipt of the PTO action at the correspondence address 
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stamped thereon, etc.), and (b) a statement (verified if made 
by other than a registered practitioner) setting forth the date 
of receipt of the PTO action at the correspondence address and 
explaining how the evidence being presented establishes the 
date of receipt of the PTO action at the correspondence address. 

There is no statutory requirement that a shortened statutory 
period of longer than thirty days to respond to a PTO action 
be reset due to delay in the mail or in the PTO. However, when 
a substantial portion of the set response period had elapsed on 
the date of receipt at the correspondence address (e.g., at least 
one month of a two or three month response period had elapsed), 
the procedures set forth above for late receipt of a PTO action 
are available. Where a PTO action was received with less than 
two months remaining in a shortened statutory period of three 
months, the period may be restarted from the date of receipt. 
Where the period remaining is between two and three months, 
the period will be reset only in extraordinary situations—e.g.., 
complex PTO action suggesting submission of comparative 
data. 


Petitions to reset a period for response due to a postmark 
date later than the mail date printed on a PTO action 


The PTO will grant a petiton to restart the previously set period 
for response to a PTO action to run from the postmark date 
shown on the PTO mailing envelope which contained the PTO 
action when the following criteria are met: (1) the petition is 
filed within two weeks of the date of receipt of the PTO action 
at the correspondence address; (2) the response period was for 
payment of the issue fee’; or the response period set was one 
month or thirty days*; and (3) the petition includes (a) evidence 
showing the date of receipt of the PTO action at the correspon- 
dence address (e.g., a copy of the PTO action having the date 
of receipt of the PTO action at the correspondence address 
stamped thereon, etc.), (b) a copy of the envelope which con- 
tained the PTO action showing the postmark date, and (c) a 
statement (verified if made by other than a registered prac- 
titioner) setting forth the date of receipt of the PTO action at 
the correspondence address and stating that the PTO action 
was received in the post-marked envelope. 

The provision of 37 CFR 1.8 and 1.10 apply to the filing 
of the above-noted petitions with regard to the requirement 
that the petition be filed within two weeks of the date of receipt 
of the PTO action. 

The showings outlined above may not be sufficient if there 
are circumstances that point to a conclusion that the PTO action 
may have been delayed after receipt rather than a conclusion 
that the PTO action was delayed in the mail or in the PTO. 


CHARLES E. VAN HORN 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner for Patents 


February 3, 1994 


[1160 OG 14] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 970129014-8206-02] 
RIN 0651-XX09 


Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions 
Based Upon a Single Prior Art Reference 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 
SUMMARY: The Patent and Trademark Office (PTO) is pub- 


35 USC 151 permits payment of the issue fee within three months of the date 
that the Notice of Allowance is mailed to the applicant 

°35 USC 133 does not permit a response period to be less than thirty days from 
the date the PTO action is given or mailed to the applicant 
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lishing the final version of guidelines to be used by Office 
personnel in reviewing a certain type of patent application for 
compliance with 35 U.S.C. § 103. The guidelines are to be 
used when examining claims directed to a species or subgenus 
of chemical compositions when: (1) the claims have been 
rejected based upon a single prior art reference, and (2) the 
single prior art reference discloses a genus embracing the 
claimed species or subgenus but does not expressly describe 
the particular claimed species or subgenus. Because these 
guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


DATES: The guidelines are effective September 3, 1998. 


FOR FURTHER INFORMATION CONTACT: Linda 
Moncys Isacson, Office of the Solicitor, P.O. Box 15667, 
Arlington, Virginia 22215 or Linda S. Therkorn, Box Com- 
ments, Assistant Commissioner for Patents, Washington, D.C. 
20231, or by facsimile transmission to (703) 305-9373 or by 
electronic mail over the Internet to baird-comments@usp- 
to.gov. 


SUPPLEMENTAL INFORMATION: 
Discussion of Public Comments: 


Comments were received by the PTO from two different 
individuals and one organization in response to the Request 
for Comments on the Interim Guidelines for the Examination 
of Claims Directed to Species of Chemical Compositions Based 
Upon a Single Prior Art Reference published February 11, 1997 
(62 FR 6217). All comments have been carefully considered. 


The following comments have been substantively adopted 
to effect changes in the guidelines: 


(1) A suggestion to annotate the flowchart with references 
to corresponding sections of text in the guidelines was adopted. 


(2) One comment suggested that the guidelines inappropri- 
ately focussed solely on the number of possible members of a 
prior art genus to determine whether the prior art genus antici- 
pated a claimed species or subgenus. Attention was drawn to 
the discussion of Jn re Petering, 301 F.2d 676, 133 USPQ 275 
(CCPA 1962) in the text at section II.A.4.a and note 22, which 
seemed to suggest that size of the genus alone was sufficient 
to support a finding of anticipation. These portions of the 
guidelines have been modified to indicate that size of the genus 
is only one factor to be considered in determining anticipation. 


(3) One comment suggested that the guidelines be supple- 
mented to direct Office personnel to consider the sufficiency 
of the preparative methods disclosed in the cited reference. 
Failure of a prior art reference to disclose or render obvious a 
method for making any composition of matter may preclude 
a conclusion that the composition would have been obvious if 
the disclosure is not enabling. However, once a prima facie 
case of obviousness is made out by the PTO, the initial burden 
of going forward with evidence to show that no process was 
known in the art for preparing the compound is on the applicant. 
Accordingly, the guidelines have been changed at section II.B to 
include consideration of sufficiency of disclosure of preparative 
methods as rebuttal evidence to overcome a prima facie case 
of obviousness. 


(4) One comment suggested that the language in section 
II.A.2 of the guidelines and in corresponding portions of the 
flowchart instructing Office personnel to make explicit findings 
on the similarities and differences between “the closest prior 
art reference” and the claimed species or subgenus be changed 
to direct findings to be made between the “closest disclosed 
species or subgenus” and the claimed species or subgenus for 
accuracy and clarity. This change has been made in the text. 


(5) One comment suggested that section II.A.4.d be clarified 
to indicate that the utility disclosed in a reference need not be 
the same as the stated utility of the claimed compound. Lan- 
guage has been added to indicate that any useful property may 
be the basis of a finding of motivation. 


(6) One comment suggested that language in section II.B. 
stating that evidence of an unexpected property may not be 
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sufficient to overcome a prima facie case of obviousness, 
regardless of the scope of the showing, is not accurate in view 
of the law. Language has been added to the associated footnote 
to clarify that a showing of an unexpected property is sufficient 
in most circumstances. 


The following comments have been considered but have not 
been adopted for the reasons discussed below: 


(1) One comment suggested that more emphasis be placed on 
additional references which may teach away from the claimed 
compound(s) due to a disclosure of related compounds having 
or expected to have disadvantages not possessed by the claimed 
compound(s). This comment was not adopted because it focuses 
on “additional references,” whereas the scope of these guide- 
lines is directed to situations involving rejections over a single 
reference. The guidelines already clearly instruct Office per- 
sonnel that they must consider any additional references or 
evidence of teaching away that are present. 


(2) One comment suggested that the guidelines were too 
limited in scope because they focused on rejections based on 
a single reference as opposed to rejections based on more than 
one reference. The scope of these guidelines is intended to 
address a specific issue, i.e., the situation where only one refer- 
ence disclosing a genus but not the claimed species is found. 
Although the principles discussed in these guidelines are gener- 
ally applicable to all rejections under 35 U.S.C. § 103, the 
explicit scope of these guidelines will not be changed. 


(3) One comment suggested that section II.A.4.f of the guide- 
lines inappropriately instructs Office personnel to focus only on 
evidence supporting a rejection rather than making a complete 
analysis. Section II.A.4.f of the guidelines additionally instructs 
Office personnel to consider the totality of the evidence in each 
case. Furthermore, Office personnel are instructed in section 
II.B to consider whether rebuttal evidence overcomes a prima 
facie case of obviousness and in section III to reconsider all 
evidence in reaching a conclusion. Thus, the guidelines pres- 
ently clearly require all evidence to be considered, not only 
evidence supporting a rejection. 


(4) One comment suggested that the last sentence of section 
II.A.4.c assumes that a generic teaching in a reference, by itself, 
is never enough to make out a prima facie case of obviousness. 
The referenced language does not suggest this, but rather it 
merely states the general proposition that in most cases, addi- 
tional teachings of structural similarity to the disclosed species 
or subgenus are necessary. Accordingly, no change has been 
made. 


(5) One comment suggested that the guidelines address the 
significance of the type of reference involved, i.e. whether there 
is a difference between a journal publication, a U.S. Patent, a 
foreign patent, etc. This suggestion has not been adopted, 
because for substantive analysis under 35 U. S.C. § 103, each 
reference should be considered for all of its teachings, regard- 
less of its form. 


(6) One comment suggested that the guidelines address the 
significance of the presence or absence of any activity testing 
of disclosed species in the reference. The guidelines already 
instruct Office personnel to consider any teachings of similar 
properties or uses, predictability of the technology, and any 
other teachings present in the reference that would support 
selection of the claimed compound. Consideration of any dis- 
closed testing data is subsumed in these considerations. 


I. Guidelines for the Examination of Claims Directed to 
Species of Chemical Compositions Based Upon a Single 
Prior Art Reference 


These “Genus-Species Guidelines” are to assist Office per- 
sonnel in the examination of applications which contain claims 
to species or a subgenus of chemical compositions for compli- 
ance with 35 U.S.C. § 103 based upon a single prior art reference 
which discloses a genus encompassing the claimed species or 
subgenus but does not expressly disclose the particular claimed 
species or subgenus. Office personnel should attempt to find 
additional prior art to show that the differences between the 
prior art primary reference and the claimed invention as a whole 
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would have been obvious. Where such additional prior art is 
not found, Office personnel should follow these guidelines to 
determine whether a single reference 35 U.S.C. § 103 rejection 
would be appropriate. The guidelines are based on the Office’s 
current understanding of the law and are believed to be fully 
consistent with binding precedent of the Supreme Court, the 
Federal Circuit, and the Federal Circuit’s predecessor courts. 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing 
a genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnel should follow appropriate 
antecedent examination procedures. Accordingly, Office per- 
sonnel should first analyze the claims as a whole in light of 
and consistent with the written description, considering all 
claim limitations.’ Next, Office personnel should conduct a 
thorough search of the prior art and identify all relevant refer- 
ences.” If the most relevant prior art consists of a single prior 
art reference disclosing a genus encompassing the claimed 
species or subgenus, Office personnel should follow the guide- 
lines set forth herein. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. Rather, they 
are to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Thus, rejections 
must be based upon the substantive law, and it is these rejections 
which are appealable, not any failure by Office personnel to 
follow these guidelines. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues between these guidelines 
and any earlier provided guidance from the Office. 


II. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill 
in the Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or sub- 
genus embraced by a prior art genus should be analyzed no 


differently than any other claim for purposes of 35 U.S.C. § 
103.° A determination of patentability under 35 U.S.C. § 103 
should be made upon the facts of the particular case in view 
of the totality of the circumstances.* Use of per se rules by 
Office personnel is improper for determining whether claimed 
subject matter would have been obvious under 35 U.S.C. § 
103.5 The fact that a claimed species or subgenus is encom- 
passed by a prior art genus is not sufficient by itself to establish 
a prima facie case of obviousness.° 


A proper obviousness analysis involves a three step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ If a prima facie case is estab- 
lished, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie 
case.” Finally, Office personnel should evaluate the totality of 
the facts and all of the evidence to determine whether they still 
support a conclusion that the claimed invention would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made.’ 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 
U.S.C. § 103 case, it is essential that Office personnel find 
some motivation or suggestion to make the claimed invention 
in light of the prior art teachings.'’ In order to find such motiva- 
tion or suggestion there should be a reasonable likelihood that 
the claimed invention would have the properties disclosed by 
the prior art teachings.'' These disclosed findings should be 
made with a complete understanding of the first three “Graham 
factors.”'* Thus, Office personnel should (1) determine the 
“scope and content of the prior art”; (2) ascertain the “differ- 
ences between the prior art and the claims at issue”; and (3) 
determine “the level of ordinary skill in the pertinent art.”"’ 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the 
scope and content of the relevant prior art. Each reference must 
qualify as prior art under 35 U.S.C. § 102,’ and should be in 
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the field of applicant’s endeavor, or be reasonably pertinent to 
the particular problem with which the inventor was concemed.'* 


In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chem- 
ical properties and utilities disclosed for the genus, as well as 
any suggested limitations on the usefulness of the genus, and 
any problems alleged to be addressed by the genus; (3) the 
predictability of the technology; and (4) the number of species 
encompassed by the genus taking into consideration all of the 
variables possible. 


2. Ascertain The Differences Between the Closest Dis- 
closed Prior Art Species or Subgenus of Record and the 
Claimed Species or Subgenus 


Once the structure of the disclosed prior art genus and that 
of any expressly described species or subgenus within the genus 
are identified, Office personnel should compare it to the claimed 
species or subgenus to determine the differences. Through this 
comparison, the closest disclosed species or subgenus in the 
prior art reference should be identified and compared to that 
claimed. Office personnel should make explicit findings on the 
similarities and differences between the closest disclosed prior 
art species or subgenus of record and the claimed species or 
subgenus including findings relating to similarity of structure, 
chemical properties and utilities. '° 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the 
art at the time the claimed invention was made." In most cases, 
the only facts of record pertaining to the level of skill in the 
art will be found within the prior art reference. However, any 
additional evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species 
or Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordi- 
nary skill in the relevant art would have been motivated to 
make the claimed invention as a whole, i.e., to select the claimed 
species or subgenus from the disclosed prior art genus.'* To 
address this key issue, Office personnel should consider all 
relevant prior art teachings, focusing on the following, where 
present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that 
size alone cannot support an obviousness rejection.'’ There is 
no absolute correlation between the size of the prior art genus 
and a conclusion of obviousness.”’ Thus, the mere fact that a 
prior art genus contains a small number of members does not 
create a per se rule of obviousness. Some motivation to select 
the claimed species or subgenus must be taught by the prior 
art.”' However, a genus may be so small that, when considered 
in light of the totality of the circumstances, it would anticipate 
the claimed species or subgenus. For example, it has been held 
that a prior art genus containing only 20 compounds and a 
limited number of variations in the generic chemical formula 
inherently anticipated a claimed species within the genus 
because “one skilled in [the] art would . . . envisage each 
member” of the genus.” 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason 
to select the claimed species or subgenus, Office personnel 
should point out the express disclosure which would have moti- 
vated one of ordinary skill in the art to select the claimed 
invention.” 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or 
“optimum” species or subgenus within the disclosed genus. If 
such a species or subgenus is structurally similar to that claimed, 
its disclosure may motivate one of ordinary skill in the art to 
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choose the claimed species or subgenus from the genus,” based 
on the reasonable expectation that structurally similar species 
usually have similar properties.* The utility of such properties 
will normally provide some motivation to make the claimed 
species or subgenus.”° 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected 
or modified, and the nature and significance of the differences 
between the prior art and the claimed invention.”’ The closer 
the physical and chemical similarities between the claimed 
species or subgenus and any exemplary species or subgenus 
disclosed in the prior art, the greater the expectation that the 
claimed subject matter will function in an equivalent manner 
to the genus.” 


Similarly, consider any teaching or suggestion in the refer- 
ence of a preferred species or subgenus that is significantly 
different in structure from the claimed species or subgenus. 
Such a teaching may weigh against selecting the claimed species 
or subgenus and thus against a determination of obviousness.” 
For example, teachings of preferred species of a complex nature 
within a disclosed genus may motivate an artisan of ordinary 
skill to make similar complex species and thus teach away 
from making simple species within the genus.*’ Concepts used 
to analyze the structural similarity of chemical compounds in 
other types of chemical cases are equally useful in analyzing 
genus-species cases.*' Generally, some teaching of a structural 
similarity will be necessary to suggest selection of the claimed 
species or subgenus.™ 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities 
that provide real world motivation for a person of ordinary 
skill to make species structurally similar to those in the prior 
art.*’ Conversely, lack of any known useful properties weighs 
against a finding of motivation to make or select a species or 
subgenus. However, the prior art need not disclose a newly 
discovered property in order for there to be a prima facie case 
of obviousness.” If the claimed invention and the structurally 
similar prior art species share any useful property, that will 
generally be sufficient to motivate an artisan of ordinary skill 
to make the claimed species.*° For example, based on a finding 
that a tri-ortho ester and a tetra-ortho ester behave similarly in 
certain chemical reactions, it has been held that one of ordinary 
skill in the relevant art would have been motivated to select 
either structure.’ In fact, similar properties may normally be 
presumed when compounds are very close in structure.** Thus, 
evidence of similar properties or evidence of any useful proper- 
ties disclosed in the prior art that would be expected to be 
shared by the claimed invention weighs in favor of a conclusion 
that the claimed invention would have been obvious.” 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.” If the tech- 
nology is unpredictable, it is less likely that structurally similar 


‘ species will render a claimed species obvious because it may not 


be reasonable to infer that they would share similar properties.’ 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 
expectation of obtaining similar properties.* 


f. Consider Any Other Teaching to Support the Selection 
of the Species or Subgenus 


The categories of relevant teachings enumerated above are 
those most frequently encountered in a genus-species case, but 
they are not exclusive. Office personnel should consider the 
totality of the evidence in each case. In unusual cases, there may 
be other relevant teachings sufficient to support the selection 
of the species or subgenus and, therefore, a conclusion of 
obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,*’ Office personnel should 
make express fact-findings relating to the Graham factors, 
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focusing primarily on the prior art teachings discussed above. 
The fact-findings should specifically articulate what teachings 
or suggestions in the prior art would have motivated one of 
ordinary skill in the art to select the claimed species or sub- 
genus.” Thereafter, it should be determined whether these find- 
ings, considered as a whole, support a prima facie case that 
the claimed invention would have been obvious to one of 
ordinary skill in the relevant art at the time the invention was 
made. 


B. Determining Whether Rebuttal Evidence Is Sufficient 
To Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.*° Rebuttal evidence and 
arguments can be presented in the specification,” by counsel,” 
or by way of an affidavit or declaration under 37 CFR § 1.132." 
However, arguments of counsel cannot take the place of factu- 
ally supported objective evidence.” 


Office personnel should consider all rebuttal arguments and 
evidence presented by applicants.” Rebuttal evidence may 
include evidence of “secondary considerations,” such as “com- 
mercial success, long felt but unsolved needs, [and] failure of 
others,””*' evidence that the claimed invention yields unexpect- 
edly improved properties or properties not present in the prior 
art,” or evidence that the claimed invention was copied by 
others.*’ It may also include evidence of the state of the art, 
the level of skill in the art, and the beliefs of those skilled in 
the art.** For example, rebuttal evidence may include a showing 
that the prior art fails to disclose or render obvious a method 
for making the compound, which would preclude a conclusion 
of obviousness of the compound. 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and argu- 
ments. Office personnel should avoid giving evidence no 
weight, except in rare circumstances. However, to be entitled 
to substantial weight, the applicant should establish a nexus 
between the rebuttal evidence and the claimed invention,” i.e., 
objective evidence of nonobviousness must be attributable to 
the claimed invention. Additionally, the evidence must be 
reasonably commensurate in scope with the claimed invention.” 
However, an exemplary showing may be sufficient to establish 
a reasonable correlation between the showing and the entire 
scope of the claim, when viewed by a skilled artisan.” On the 
other hand, evidence of an unexpected property may not be 
sufficient regardless of the scope of the showing."’ Accordingly, 
each case should be evaluated individually based on the totality 
of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case” or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obvious- 
ness, Office personne! should specifically set forth the facts 
and reasoning that justify this conclusion. 


Ill. Reconsider All Evidence and Clearly Communicate 
Findings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all 
the evidence and should not be influenced by any earlier conclu- 
sion.” Thus, once the applicant has presented rebuttal evidence, 
Office personnel should reconsider any initial obviousness 
determination in view of the entire record.” All the proposed 
rejections and their bases should be reviewed to confirm their 
correctness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the Office’s findings and conclusions, articulating how the 
conclusions are supported by the findings. 


Where applicable, the findings should clearly articulate 
which portions of the reference support any rejection. Explicit 
findings on motivation or suggestion to select the claimed 
invention should also be articulated in order to support a 35 
U.S.C. § 103 ground of rejection.“ Conclusory statements of 
similarity or motivation, without any articulated rationale or 
evidentiary support, do not constitute sufficient factual findings. 
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VI. Endnotes 


1. When evaluating the scope of a claim, every limitation in 
the claim must be considered. E.g., In re Ochiai, 71 F.3d 1565, 
1572, 37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, the 
claimed invention may not be dissected into discrete elements 
to be analyzed in isolation, but must be considered as a whole. 
E.g., W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 F.2d 1540, 
1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. denied, 469 
U.S. 851 (1984); Jones v. Hardy, 727 F.2d 1524, 1530, 220 
USPQ 1021, 1026 (Fed. Cir. 1983) (“treating the advantage 
as the invention disregards the statutory requirement that the 
invention be viewed ‘as a whole’”). 


2. Both claimed and unclaimed aspects of the invention should 
be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. 


3. “The section 103 requirement of unobviousness is no dif- 
ferent in chemical cases than with respect to other categories 
of patentable inventions.” Jn re Papesch, 315 F.2d 381, 385, 
137 USPQ 43, 47 (CCPA 1963). 


4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 1897, 
1901 (Fed. Cir. 1990)(in banc). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 
USPQ2d 1127, 1133 (Fed. Cir. 1995); In re Baird, 16 F.3d 
380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 
(Fed. Cir. 1994) (“The fact that a claimed compound may be 
encompassed by a disclosed generic formula does not by itself 
render that compound obvious.“); Jn re Jones, 958 F.2d 347, 
350, 21 USPQ2d 1941, 1943 (Fed. Cir. 1992) (Federal Circuit 
has "decline[d] to extract from Merck [& Co. v. Biocraft Labo- 
ratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1989)] 
the rule that . . . regardless of how broad, a disclosure of a 
chemical genus renders obvious any species that happens to 
fall within it.“). See also In re Deuel, 51 F.3d 1552, 1559, 34 
USPQ2d 1210, 1215 (Fed. Cir. 1995). 


7. E.g., In re Bell, 991 F.2d 781,783, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993) (“The PTO bears the burden of establishing 
a case of prima facie obviousness.”); In re Rijckaert, 9 F.3d 
1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992). 


Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966), requires 
that to make out a case of obviousness, one must: (1) determine 
the scope and contents of the prior art; (2) ascertain the differ- 
ences between the prior art and the claims in issue; (3) determine 
the level of skill in the pertinent art; and (4) evaluate any 
evidence of secondary considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; Rijckaert, 
9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 F.2d at 1445, 
24 USPQ2d at 1444. 


9. Id. 


10. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996) (“[T]he mere possibility that one of the 
esters or the active methylene group-containing compounds . 
. . could be modified or replaced such that its use would lead 
to the specific sulfoalkylated resin recited in claim 8 does not 
make the process recited in claim 8 obvious ‘unless the prior 
art suggested the desirability of [such a] modification’ or 
replacement.”’) (quoting In re Gordon, 733 F.2d 900, 902, 221 
USPQ 1125, 1127 (Fed. Cir. 1984); In re Vaeck, 947 F.2d 488, 
493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) ("[A] proper 
analysis under § 103 requires, inter alia, consideration of . . . 
whether the prior art would have suggested to those of ordinary 
skill in the art that they should make the claimed composition 
or device, or carry out the claimed process.”). 


11. The prior art disclosure may be express, implicit, or inherent. 
Regardless of the type of disclosure, the prior art must provide 
some motivation to one of ordinary skill in the art to make the 
claimed invention in order to support a conclusion of obvious- 
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ness. E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 1442 (A 
proper obviousness analysis requires consideration of “whether 
the prior art would also have revealed that in so making or 
carrying out [the claimed invention], those of ordinary skill 
would have a reasonable expectation of success.”); Jn re Dow 
Chemical Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 1531 (Fed. 
Cir. 1988) (“The consistent criterion for determination of 
obviousness is whether the prior art would have suggested to 
one of ordinary skill in the art that this process should be 
carried out and would have a reasonable likelihood of success, 
viewed in the light of the prior art.”); Hodosh v. Block Drug 
Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 187 n.5 (Fed. 
Cir. 1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 


13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 
467 (1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 
31 USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, 1 USPQ2d 1593, 1597 (Fed. Cir. 1987) (“Before 
answering Graham’s ‘content’ inquiry, it must be known 
whether a patent or publication is in the prior art under 35 
U.S.C. § 102.”). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 
1445 (Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 
658-59, 23 USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1537, 
218 USPQ 871,877 (Fed. Cir. 1983), the Court noted that “the 
question under 35 U.S.C. § 103 is not whether the differences 
[between the claimed invention and the prior art] would have 
been obvious” but “whether the claimed invention as a whole 
would have been obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 
714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991)(“The impor- 
tance of resolving the level of ordinary skill in the art lies in 
the necessity of maintaining objectivity in the obviousness 
inquiry.”); Uniroyal Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 
1050, 5 USPQ2d 1434, 1438 (Fed. Cir. 1988) (evidence must 
be viewed from position of ordinary skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; 
Deuel, 51 F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie 
case of unpatentability requires that the teachings of the prior 
art suggest the claimed compounds to a person of ordinary skill 
in the art.” (emphasis in original)); Jones, 958 F.2d at 351, 21 
USPQ2d at 1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 
16 USPQ2d at 1901; Jn re Lalu, 747 F.2d 703, 705, 223 USPQ 
1257, 1258 (Fed. Cir. 1984) (“The prior art must provide one 
of ordinary skill in the art the motivation to make the proposed 
molecular modifications needed to arrive at the claimed 


compound.”’). See also In re Kemps, 97 F.3d 1427, 1430, 40 
USPQ2d 1309, 1311 (Fed. Cir. 1996) (discussing motivation 
to combine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 
(observing that “it is not the mere number of compounds in 
this limited class which is significant here but, rather, the total 
circumstances involved”). 


20. Id. 


21. See, e.g., Deuel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 
(“No particular one of these DNAs can be obvious unless there 
is something in the prior art to lead to the particular DNA 
and indicate that it should be prepared.”); Baird, 16 F.3d at 
382-83, 29 USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d 
at 1531 (“Absent anything in the cited prior art suggesting 
which of the 10° possible sequences suggested by Rinderknecht 
corresponds to the IGF gene, the PTO has not met its burden 
of establishing that the prior art would have suggested the 
claimed sequences.”). 
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22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 
(CCPA 1962) (emphasis in original). More specifically, the 
court in Petering stated: 


A simple calculation will show that, excluding isomerism 
within certain of the R groups, the limited class we find in 
Karrer contains only 20 compounds. However, we wish to point 
out that it is not the mere number of compounds in this limited 
class which is significant here but, rather, the total circum- 
stances involved, including such factors as the limited number 
of variations for R, only two alternatives for Y and Z, no 
alternatives for the other ring positions, and a large unchanging 
parent structural nucleus. With these circumstances in mind, it 
is our opinion that Karrer has described to those with ordinary 
skill in this art each of the various permutations here involved 
as fully as if he had drawn each structural formula or had 
written each name. 

Id. (emphasis in original). 


Accord In re Schaumann, 572 F.2d 312, 316, 197 USPQ 5, 9 
(CCPA 1978) (prior art genus encompassing claimed species 
which disclosed preference for lower alkyl secondary amines 
and properties possessed by the claimed compound constituted 
description of claimed compound for purposes of 35 U.S.C. § 
102(b)). Cf, In re Ruschig, 343 F.2d 965, 974, 145 USPQ 
274, 282 (CCPA 1965) (Rejection of claimed compound in 
light of prior art genus based on Petering is not appropriate 
where the prior art does not disclose a small recognizable class 
of compounds with common properties.). 


23. An express teaching may be based on a statement in the 
prior art reference such as an art recognized equivalence. For 
example, see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 
807, 10 USPQ2d 1843, 1846 (Fed. Cir. 1989) (holding claims 
directed to diuretic compositions comprising a specific mixture 
of amilofide and hydrochlorothiazide were obvious over a prior 
art reference expressly teaching that amilofide was a pyrazi- 
noylguanidine which could be co-administered with potassium 
excreting diuretic agents, including hydrochlorothiazide which 
was a named example, to produce a diuretic with desirable 
sodium and potassium eliminating properties). See also, In re 
Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 1309, 1312 (Fed. 
Cir. 1996) (holding there is sufficient motivation to combine 
teachings of prior art to achieve claimed invention where one 
reference specifically refers to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See 
also Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214 (“Structural 
relationships may provide the requisite motivation or sugges- 
tion to modify known compounds to obtain new compounds. 
For example, a prior art compound may suggest its homologs 
because homologs often have similar properties and therefore 
chemists of ordinary skill would ordinarily contemplate making 
them to try to obtain compounds with improved properties.”’). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 
1943 (Fed. Cir. 1992) (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic); In re Susi, 440 F.2d 442, 445, 169 USPQ 423, 425 
(CCPA 1971) (the difference from the particularly preferred 
subgenus of the prior art was a hydroxyl group, a difference 
conceded by applicant “to be of little importance.”’). 


In the area of biotechnology, an exemplified species may differ 
from a claimed species by a conservative substitution (“the 
replacement in a protein of one amino acid by another, chemi- 
cally similar, amino acid . . . [which] is generally expected to 
lead to either no change or only a small change in the properties 
of the protein.” Dictionary of Biochemistry and Molecular 
Biology 97 (John Wiley & Sons, 2d ed. 1989)). The effect of 
a conservative substitution on protein function depends on the 
nature of the substitution and its location in the chain. Although 
at some locations a conservative substitution may be benign, 
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in some proteins only one amino acid is allowed at a given 
position. For example, the gain or loss of even one methyl 
group can destabilize the structure if close packing is required 
in the interior of domains. James Darnell et al., Molecular Cell 
Biology. 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and 
cases cited therein). Cf Baird, 16 F.3d at 382-83, 29 USPQ2d 
at 1552 (disclosure of dissimilar species can provide teaching 
away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of species in view of large size of genus 
and disclosed “optimum” species which differed greatly from 
and were more complex than the claimed species); Jones, 958 
F.2d at 350, 21 USPQ2d at 1943 (reversing obviousness rejec- 
tion of novel dicamba salt with acyclic structure over broad 
prior art genus encompassing claimed salt, where disclosed 
examples of genus were dissimilar in structure, lacking an ether 
linkage or being cyclic). 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also Jones, 
958 F.2d at 350, 21 USPQ2d at 1943 (disclosed salts of genus 
held not sufficiently similar in structure to render claimed spe- 
cies prima facie obvious). 


31. For example, a claimed tetra-orthoester fuel composition 
was held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity 
and similar use as fuel additives. Dillon, 919 F.2d at 692-93, 
16 USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant were 
held obvious in light of the structural similarity to imipramine, a 
known antidepressant prior art compound, where both com- 
pounds were tricyclic dibenzo compounds and differed structur- 
ally only in the replacement of the unsaturated carbon atom 
in the center ring of amitriptyline with a nitrogen atom in 
imipramine. Jn re Merck & Co., 800 F.2d 1091, 1096-97, 231 


USPQ 375, 378-79 (Fed. Cir. 1986). 


Other structural similarities have been found to support aprima 
facie case of obviousness. E.g., In re May, 574 F.2d 1082, 
1093-95, 197 USPQ 601, 610-11 (CCPA 1978) (stereoisomers); 
In re Wilder, 563 F.2d 457, 460, 195 USPQ 426, 429 
(CCPA1977) (adjacent homologs and structural isomers); In 
re Hoch, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (CCPA 
1970) (acid and ethyl! ester); Jn re Druey, 319 F.2d 237, 240, 
138 USPQ 39, 41 (CCPA 1963)(omission of methyl group 
from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re Stemniski, 
444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 
585, 587, 590 (CCPA 1975) (The prior art compound so irritated 
the skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art 
would not have been motivated to make related compounds.); 
Stemniski, 444 F.2d at 586, 170 USPQ at 348 (close structural 
similarity alone is not sufficient to create a prima facie case 
of obviousness when the reference compounds lack utility, and 
thus there is no motivation to make related compounds. ). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and cases 
cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. 
See also /n re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 
871 (Fed. Cir. 1985) (“When chemical compounds have ‘very 
close’ structural similarities and similar utilities, without more 
a prima facie case may be made.”). 


39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re 
Wilder, 563 F.2d 457, 461,195 USPQ 426, 430 (CCPA 1977); 
In re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 
1972). 
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40. See, e.g., Dillon, 919 F. 2d at 692-97, 16 USPQ2d at 1901- 
05; In re Grabiak, 769 F.2d 729, 732-33,226 USPQ 870, 872 
(Fed. Cir. 1985). 


41. See e.g. In re May, 574 F.2d 1082, 1094, 197 USPQ 
601, 611 (CCPA 1978) (prima facie obviousness of claimed 
analgesic compound based on structurally similar prior art 
isomer was rebutted with evidence demonstrating that analgesia 
and addiction properties could not be reliably predicted on the 
basis of chemical structure); In re Schechter, 205 F.2d 185, 
191, 98 USPQ 144, 150 (CCPA 1953) (unpredictability in the 
insecticide field, with homologs, isomers and analogs of known 
effective insecticides having proven ineffective as insecticides, 
was considered as a factor weighing against a conclusion of 
obviousness of the claimed compounds). 


42. See, e.g., In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 


43. In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993 ); In re Kulling, 897 F.2d 1147, 1149, 14 
USPQ2d 1056, 1057 (Fed. Cir. 1990). 


44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit 
Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, 1 
USPQ2d 1593, 1606 n.42 (Fed. Cir. 1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 (Fed. 
Cir. 1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094-95 
(Fed. Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re 
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. 
Cir. 1984). 


49. E.g., In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 705, 
222 USPQ 19i, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995) (error not to consider evidence presented in 
the specification). Cf, In re Alton, 76 F.3d 1168, 37 USPQ2d 
1578 (Fed. Cir. 1996) (error not to consider factual evidence 
submitted to counter a section 112 rejection); In re Beattie, 
974 F.2d 1309, 1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 
1992) (Office personnel should consider declarations from 
those skilled in the art praising the claimed invention and 
opining that the art teaches away from the invention.); Piasecki, 
745 F.2d at 1472, 223 USPQ at 788 (“[Rebuttal evidence] may 
relate to any of the Graham factors including the so-called 
secondary considerations.”’). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ at 
467. See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 223 
USPQ 785, 788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the claimed 
compound possesses unexpected properties. Dillon, 919 F.2d 
at 692-93, 16 USPQ2d at 1901. A showing of unexpected 
results must be based on evidence, not argument or speculation. 
In re Mayne, 104 F.3d 1339, 1343-44, 41 USPQ2d 1451, 1455- 
56 (Fed. Cir. 1997) (conclusory statements that claimed com- 
pound possesses unusually low immune response or unexpected 
biological activity that is unsupported by comparative data held 
insufficient to overcome prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 1116, 
1121 (Fed. Cir. 1995); Hybritech Inc. v. Monoclonal Antibodies, 
802 F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 1986), cert. 
denied, 480 U.S. 947 (1987). 


54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 
214 (CCPA 1978) (Expert opinions regarding the level of skill 
in the art were probative of the nonobviousness of the claimed 
invention.); Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ 
at 790 (Evidence of non-technological nature is pertinent to 
the conclusion of obviousness. The declarations of those skilled 
in the art regarding the need for the invention and its reception 
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by the art were improperly discounted by the Board); Beattie, 
974 F.2d at 1313, 24 USPQ2d at 1042-43 (Seven declarations 
provided by music teachers opining that the art teaches away 
from the claimed invention must be considered, but were not 
probative because they did not contain facts and did not deal 
with the specific prior art that was the subject of the rejection.). 


55. A conclusion of obviousness requires that the reference(s) 
relied upon be enabling in that it put the public in possession 
of the claimed invention. The court in Jn re Hoeksema, 399 
F.2d 269, 274, 158 USPQ 596, 601 (CCPA 1968), stated: 


Thus, upon careful reconsideration it is our view that if the 
prior art of record fails to disclose or render obvious a method 
for making a claimed compound, at the time the invention was 
made, it may not be legally concluded that the compound itself 
is in the possession of the public. [footnote omitted.] In this 
context, we say that the absence of a known or obvious process 
for making the claimed compounds overcomes a presumption 
that the compounds are obvious, based on close relationships 
between their structures and those of prior art compounds. 


The Hoeksema court further noted that once a prima facie 
case of obviousness is made by the PTO through citation of 
references, the burden is on the applicant to produce contrary 
evidence establishing that the reference being relied on would 
not enable a skilled artisan to produce the different compounds 
claimed. Jd. at 274-75, 158 USPQ at 601. See also Ashland 
Oil, Inc. v. Delta Resins & Refractories, Inc., 776 F.2d 281, 
295, 297, 227 USPQ 657, 666, 667 (Fed. Cir. 1985) (citing 
Hoeksema for the proposition above); Jn re Grose, 592 F.2d 
1161, 1168, 201 USPQ 57, 63-64 (CCPA 1979) (“One of the 
assumptions underlying a prima facie obviousness rejection 
based upon a structural relationship between compounds, such 
as adjacent homologs, is that a method disclosed for producing 
one would provide those skilled in the art with a method for 
producing the other . . . Failure of the prior art to disclose or 
render obvious a method for making any composition of matter, 
whether a compound or a mixture of compounds like a zeolite, 
precludes a conclusion that the composition would have been 
obvious.”) 


56. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 USPQ2d 
1578, 1582-83 (Fed. Cir. 1996). 


57. The Federal Circuit has acknowledged that applicant bears 
the burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evi- 
dence which supports or refutes the applicant’s assertion that 
the sales constitute commercial success. C.f. Ex parte Remark, 
15 USPQ2d 1498, 1503 ({BPAI] 1990) (evidentiary routine of 
shifting burdens in civil proceedings inappropriate in ex parte 
prosecution proceedings because examiner has no available 
means for adducing evidence). Consequently, the PTO must 
rely upon the applicant to provide hard evidence of commercial 
success. 


In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 1689 
(Fed. Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 USPQ2d 
at 1121; In re Paulsen, 30 F.3d 1475, 1482, 31 USPQ2d 1671, 
1676 (Fed. Cir. 1994). 


58. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. (Evi- 
dence of commercial success of articles not covered by the 
claims subject to the 35 U.S.C. § 103 rejection was not probative 
of nonobviousness). 


59. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 1056, 
1058 (Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 743, 218 
USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 746, 34 
USPQ2d 1684 (Fed. Cir. 1995) does not change this analysis. 
In Soni, the Court declined to consider the Office’s argument 
that the evidence of non-obviousness was not commensurate 
in scope with the claim because it had not been raised by the 
Examiner. 54 F.3d at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commensurate 
in scope with the claimed invention, Office personnel should 
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not require the applicant to show unexpected results over the 
entire range of properties possessed by a chemical compound 
or composition. E.g., Jn re Chupp, 816 F.2d 643, 646, 2 USPQ2d 
1437, 1439 (Fed. Cir. 1987). Evidence that the compound or 
composition possesses superior and unexpected properties in 
one of a spectrum of common properties can be sufficient to 
rebut a prima facie case of obviousness. Id. 


For example, a showing of unexpected results for a single 
member of a claimed subgenus,or a narrow portion of a claimed 
range would be sufficient to rebut a prima facie case of obvious- 
ness if a skilled artisan “could ascertain a trend in the exempli- 
fied data that would allow him to reasonably extend the 
probative value thereof.” Jn re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980) (Evidence of the unobvious- 
ness of a broad range can be proven by a narrower range when 
one skilled in the art could ascertain a trend that would allow 
him to reasonably extend the probative value thereof.). But see, 
Grasselli, 713 F.2d at 743, 218 USPQ at 778 (evidence of 
superior properties for sodium containing composition insuffi- 
cient to establish the non-obviousness of broad claims for acata- 
lyst with “an alkali metal” where it was well known in the 
catalyst art that different alkali metals were not interchangeable 
and applicant had shown unexpected results only for sodium 
containing materials); In re Greenfield, 571 F.2d 1185, 1189, 
197 USPQ 30 (CCPA 1978) (evidence of superior proper- 
ties in one species insufficient to establish the nonobviousness 
of a subgenus containing hundreds of compounds); Jn re Lin- 
dner, 457 F.2d 506, 508, 173 USPQ 356, 358 (CCPA 1972) 
(one test not sufficient where there was no adequate basis for 
concluding the other claimed compounds would behave the 
sameway). 


60. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; Clemens, 
622 F.2d at 1036, 206 USPQ at 296. 


61. Usually, a showing of unexpected results is sufficient to 
overcome a prima facie case of obviousness. See, e.g., In re 
Albrecht, 514 F.2d 1389, 1396, 185 USPQ 585, 590 (CCPA 
1975). However, where the claims are not limited to a particular 
use, and where the prior art provides other motivation to select 
a particular species or subgenus, a showing of a new use may 
not be sufficient to confer patentability. See Dillon, 919 F.2d 
at 692, 16 USPQ2d at 1900-01. 


62. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 


63. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788; In 
re Eli Lilly & Co., 902 F.2d 943,945, 14 USPQ2d 1741, 1743 
(Fed. Cir. 1990). 


64. E.g., Piasecki, 745 F.2d at 1472, 223 USPQ at 788; Eli 
Lilly, 902 F.2d at 945, 14 USPQ2d at 1743. 


65. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; In re Mills, 
916 F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 26, 1998 


[1214 OG 163] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Request for Comments on Interim Guidelines for 
Examination of Patent Applications Under the 
35 U.S.C. 112 ¢ 1 “Written Description” Requirement; 
Notice of Change in Public Hearings, 
Extension of Comment Period. 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Notice of cancellation of public hearing in San 
Diego, California; change of location of November 4, 1998, 
public hearing; and extension of request period to present oral 
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testimony. 


SUMMARY: Due to insufficient interest, the public hearing 
to be held in San Diego, California, on November 6, 1998, is 
canceled. For the same reason, the public hearing to be held 
in Boston, Massachusetts, on November 4, 1998, will be held 
in Arlington, Virginia. The period to request an‘opportunity to 
present oral testimony at the Arlington location has been 
extended to November 3, 1998. 


ADDRESSES: The November 4, 1998, hearing will be held 
in the Commissioner’s Conference Room located in Crystal 
Park Two, Room 912, 2121 Crystal Drive, Arlington, Virginia. 
Those interested in testifying should send their request to the 
attention of Mary Critharis addressed to Commissioner of 
Patents and Trademarks, Box 4, Patent and Trademark Office, 
Washington, D.C. 20231. Requests may also be submitted by 
facsimile transmission to Mary Critharis at (703) 305-8885. 


FOR FURTHER INFORMATION CONTACT: Mary Cri- 
tharis by telephone at (703) 305-9300, by facsimile at (703) 
305-8885, by electronic mail at mary.critharis@uspto.gov, or 
by mail addressed to Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: On September 23, 
1998, the Patent and Trademark Office (PTO) announced its 
intention to hold public hearings relating to the “written descrip- 
tion” requirement under section 112 of title 35 of the United 
States Code. 63 Fed. Reg. 50,887 (1998). Interested members 
of the public were invited to testify on this subject at public 
hearings to be held in Boston, Massachusetts, on November 
4, 1998 and San Diego, California, on November 6, 1998. The 
period to request an opportunity to present oral testimony at 
these hearings was set to end on October 30, 1998. 


Due to insufficient interest, the public hearing in San Diego 
is canceled. For the same reason, the public hearing initially 
scheduled for Boston will instead be held in Arlington, Virginia, 
on November 4, 1998, starting at 9 a.m. and ending no later 
than 5 p.m. Those wishing to present oral testimony at the 
hearing must request an opportunity to do so no later than 
November 3, 1998. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents:and Trademarks 


October 28, 1998 


[1217 OG 16] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


(90) 


Guidelines for Reexamination of Cases in View of 
In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice 


SUMMARY: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of requests for reexaminations and 
ongoing reexaminations for compliance with the decision in 
In re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 
1295 (Fed. Cir. 1997). Because these guidelines govern internal 
practices. they are exempt from notice and comment under 5 
U.S.C. § 553(b)(A). 


DATES: The guidelines are effective as of publication in the 
FEDERAL REGISTER. 


FOR FURTHER INFORMATION CONTACT: John M. 
Whealan by telephone at (703) 305-9035; by facsimile at (703) 
305-9373; by mail addressed to Box 8, Commissioner of Patents 
and Trademarks, Washington, D.C. 20231; or by electronic 
mail at “john.whealan@uspto.gov”. 
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SUPPLEMENTAL INFORMATION: 


I. Discussion of Public Comments 


Comments were received by the PTO from eight individuals 
and one bar association in response to the Request for Com- 
ments on Interim Guidelines for Reexamination of Cases in 
View of In re Portola Packaging, Inc., 110 F.3d 786, 42 
USPQ2d 1295 (Fed. Cir. 1997), published June 15. 1998 (63 
Fed. Reg. 32646). In general, six of the eight individual com- 
ments were critical of the guidelines; one individual comment 
was partially supportive of the guidelines and one suggested 
a legislative change; the comments from the bar association 
were in complete support of the guidelines. All of the comments 
have been carefully considered. 


A. Below is a listing of comments along with a corresponding 
Office response explaining why each has not been adopted: 


(1) Comment: Most of the critical comments suggest the 
Office is misinterpreting the “holding” of Portola Packaging. 
These comments believe Portola Packaging held that (i) the 
Office may not initiate a reexamination proceeding based solely 
on prior art previously cited during prosecution of the applica- 
tion which matured into the patent, regardless of whether that 
art was discussed, and (ii) no rejection can be made during a 
subsequent reexamination based solely on prior art cited during 
prosecution of the application which matured into the patent, 
even if that prior an was not previously discussed. Response: 
The Office views these positions as dicta and not the “holding” 
of Portola Packaging. 


The Federal Circuit recently explained the difference 
between the holding of a case and dicta. See In re McGrew, 
120 F.3d 1236, 1238-39, 43 USPQ2d 1632, 1635 (Fed. Cir. 
1997). The Court explained that dicta consists of the statements 
in an opinion “upon a point or points not necessary to the 
decision of the case.” Jd. at 1238, 43 USPQ2d at 1635. The 
Court further explained that since “dictum is not authoritative,” 
it need not be followed. Jd. 


The Office considers the portions of the Portola Packaging 
opinion relied on by the critical commenters as dicta and not 
the holding of the case. In Portola Packaging, the prior art 
relied upon in the reexamination (that was found by the Court 
to be improperly used) was not only cited, but it was also 
discussed and applied to reject claims during prosecution of 
the application which matured into the patent. Thus, Portola 
Packaging holds that a rejection in a reexamination proceeding 
may not be based solely on prior art that was previously applied 
to reject claims during prosecution of the application which 
matured into the patent. Portola Packaging does not, however, 
hold (as suggested by the commenters) that prior art in the 
record of the application that matured into the patent, which 
was not discussed, may never form the sole basis for a rejection 
during a subsequent reexamination proceeding. Such a broad 
reading of Portola Packaging would encourage the practice of 
applicants citing numerous references during prosecution of 
an application to preclude subsequent reexamination based on 
those references. This practice of flooding the Office with 
references during prosecution of an application in order to 
prevent their subsequent use in reexamination could overwhelm 
the examination process and limit the effectiveness of reexami- 
nation. 


(2) Comment: One comment went further and suggested 
that Portola Packaging precluded reexamination based on any 
reference which is not new art. Response: The Office disagrees 
with this comment in view of the interpretation of the holding 
of Portola Packaging set forth in the preceding paragraph. 


(3) Comment: One comment suggested the elimination of 
the unusual fact pattern situations exemplified in Part E, since 
in their opinion, Portola Packaging holds that previously cited 
art may never be relied on in a reexamination. Response: Once 
again, the Office views this position as dictum and not the 
holding of the case. 


(4) Comment: One comment suggested the Office should 
seek a legislative overruling of the “holding” of Portola Pack- 
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aging. Response: As the Office is following the holding of 
the case (as set forth above), the case need not be overruled. 
However, changes regarding the type of prior art that may be 
considered in reexamination proceedings may be proposed in 
upcoming legislation. 


(5) Comment: One comment suggested that the form notices 
set forth in Section F may prompt an applicant to file a reissue 
application to resolve any issues that are precluded from resolu- 
tion during reexamination. Response: The form notices in Sec- 
tion F have been modified to indicate that no patentability 
determination has been made in the reexamination (over prior 
art precluded by Portola Packaging). The notices do not suggest 
the filing of a reissue application. This of course would be an 
option open to the patent owner as Portola Packaging does 
not apply to reissue applications. 


(6) Comment: One comment suggested that the practice of 
an examiner placing his initials next to a reference on an infor- 
mation disclosure statement (IDS), citation form PTOL-1449, 
or its equivalent, is sufficient to indicate that an examiner has 
considered the reference. Response: Where the IDS citations 
are submitted but not described, the examiner is only respon- 
sible for cursorily reviewing the references. The initials of the 
examiner on the PTOL-1449 indicate only that degree of review 
unless the reference is either applied against the claims, or 
discussed by the examiner as pertinent art of interest, in a 
subsequent office action. 


As noted in (1) above, the prior art relied upon in the reexami- 
nation in Portola Packaging was not merely cited and initialed, 
but it was discussed and applied to reject claims in the applica- 
tion that matured into the patent. Portola Packaging does not 
hold that prior art that was of record but not discussed may 
not form the sole basis of a rejection of the claims. Accordingly, 
under Portola Packaging the mere presence of the examiner’s 
initials next to a reference on an IDS citation does not preclude 
consideration of the reference in a subsequent reexamination 
proceeding. 


(7) Comment: One comment suggested that the guidelines 
were inconsistent with Jn re Hiniker Co., 150 F.3d 1362, 47 
USPQ2d 1523 (Fed. Cir. 1998). Response: In Hiniker, the 
Federal Circuit affirmed a rejection in a reexamination pro- 
ceeding which was based, in part, on new prior art. See 150 
F.3d at 1367, 47 USPQ2d at 1527. Hiniker, therefore, does not 
preclude a rejection in a reexamination proceeding based on 
prior art that was cited but never discussed during the prose- 
cution of the application which matured into the patent, since 
such a situation was not presented to the Court. 


In Hiniker, the Court did state that Portola Packaging “held 
that prior art that was before the original examiner could not 
support a reexamination proceeding despite the fact that it was 
not the basis of a rejection in the original prosecution; as 
long as the art was before the original examiner, it would be 
considered ‘old art.’” 150 F.3d at 1365-66, 47 USPQ2d at 1526 
(citing Portola Packaging) (emphasis added). It is undisputed, 
however, that the prior art relied on to reject the claims in the 
reexamination proceeding in Portola Packaging was the same 
prior art that was relied on to reject claims during the prose- 
cution of the application which matured into the patent. See 
Portola Packaging, 110 F.3d at 787, 42 USPQ2d at 1296-97. 
Accordingly, the Hiniker panel was not addressing the issue 
of prior art that was not discussed when it characterized the 
holding of Portola Packaging since it is clear that an “old art” 
rejection was at issue in Portola Packaging, whereas a “new 
art” rejection was at issue in Hiniker. 


(8) Comment: One comment suggested that reexaminations 
should be the same as all other examinations. Response: Reex- 
amination is based on patents and printed publications. Thus 
the scope of reexamination is narrower than that involved in 
the examination of a patent application. Certain issues of patent- 
ability that may be considered during prosecution of the applica- 
tion may not be considered during reexamination of the patent. 
If the patent owner desires consideration of questions of patent- 
ability not appropriate for reexamination, those issues can only 
be addressed in a reissue application filed under 35 U.S.C. § 
251. 
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(9) Comment: One comment queried whether applicants will 
now be required to discuss all references listed on an IDS 
statement. Response: There is no such requirement in the cur- 
rent rules. Under the guidelines set forth herein, however, refer- 
ences that are not discussed during the prosecution of an 
application which matures into a patent will not be precluded 
from consideration in a subsequent reexamination proceeding. 


B. The following comments have been adopted to the extent 
indicated in the corresponding Office response: 


(1) Comment: Two comments suggested that the statements 
in Section F to be used in denying or terminating a reexamina- 
tion were misleading and could cast a shadow on the validity 
of the patent. One comment further proposed. changing the 
language to, “No new patentability determination has been 
made in this reexamination proceeding.” Response: The Office 
has considered these suggestions, and in an attempt to be more 
clear, has modified the language in Section F to be used in 
denying or terminating a reexamination proceeding. 


C. The following comments supported the interim guidelines 
and suggested no changes: 


(1) Comment: The comments from the bar association sup- 
ported the guidelines as consistent with Portola Packaging and 
the legislative intent of the reexamination process to resolve 
validity questions efficiently and economically. In addition, the 
bar association felt the guidelines were consistent with the 
Federal Circuit decision in In re Lonardo 119 F.3d 960.43 
USPQ2d 1262 (Fed. Cir. 1997), cert. denied, 118 S. Ct. 1164 
(1998). 


(2) The bar association also commented that the guidelines 
(and in particular the unusual fact patterns set forth in Section E) 
are consistent with the rebuttable presumption of administrative 
correctness relied on by the Court in Portola Packaging. Courts 
presume that Government officials have properly discharged 
their duties, absent clear evidence to the contrary. Thus, since 
the presumption of administrative correctness is rebuttable, 
the guidelines properly provide for reexamination based on a 
previously considered reference where the evidence clearly 
shows that the examiner did not appreciate the issue raised 
in the reexamination request during the prosecution of the 
application that matured into the patent. 


Il. Guidelines for Reexamination of Cases in View of In re 
Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 
(Fed. Cir. 1997) 


The following guidelines have been developed to assist 
Patent and Trademark Office (PTO) personnel in determining 
whether to order a reexamination or terminate an ongoing reex- 
amination in view of the United States Court of Appeals for 
the Federal Circuit's decision in In re Portola Packaging, 
Inc.' These guidelines supersede and supplement any previous 
guidelines issued by the PTO with respect to reexamination. 
These guidelines apply to all reexaminations regardless of 
whether they are initiated by the Commissioner, requested by 
the patentee, or requested by a third party. These guidelines 
will be incorporated into Chapter 2200 of the Manual of Patent 
Examining Procedure (MPEP). 


A. Explanation of Portola Packaging 


In order for the PTO to conduct reexamination, prior art must 
raise a substantial new question of patentability.”’ In Portola 
Packaging, the Federal Circuit held that a combination of two 
references that were relied upon individually to reject claims 
during the prosecution of the application which matured into 
the patent does not raise a substantial new question of patent- 
ability in a subsequent reexamination of the patent.’ The Federal 
Circuit also held that an amendment of the claims during reex- 
amination does not justify using old prior art to raise a substan- 
tial new question of patentability.* The Court explained that “a 
rejection made during reexamination does not raise a substantial 
new question of patentability if it is supported only by prior 
art previously considered by the PTO.” 
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B. General Principles Governing Compliance with Por- 
tola Packaging 


If prior art was previously relied upon to reject a claim in 
a prior related PTO proceeding,’ the PTO will not order or 
conduct reexamination based only on such prior art, regardless 
of whether that prior art is to be relied upon to reject the same 
or different claims in the reexamination. 


If prior art was not relied upon to reject a claim, but was 
cited in the record of a prior related PTO proceeding, and its 
relevance to the patentability of any claim was actually dis- 
cussed on the record,’ the PTO will not order or conduct reex- 
amination based only on such prior art. 


In contrast, the PTO may order and conduct reexamination 
based on prior art that was cited but whose relevance to patent- 
ability of the claims was not discussed in any prior related 
PTO proceeding. 


C. Procedures for Determining Whether a Reexamina- 
tion May be Ordered in Compliance with Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether a reexamination may be ordered 
in compliance with the Federal Circuit’s decision in Portola 
Packaging: 


1. Read the reexamination request to identify the prior art 
on which the request is based. 


2. Conduct any necessary search of the prior art relevant to 
the subject matter of the patent for which reexamination was 
requested.” 


3. Read the prosecution histories of all prior related PTO 
proceedings. 


4. Determine if the prior art in the reexamination request 
and the prior art found in any search was: 


(a) relied upon to reject any claim in a prior related PTO 
proceeding; or 


(b) cited and its relevance to patentability of any claim 
discussed in a prior related PTO proceeding. 


5. Deny the reexamination request if the decision to order 
reexamination would be based only on prior art that was, in a 
prior related PTO proceeding, (a) relied upon to reject any 
claim, and/or (b) cited and its relevance to patentability of any 
claim discussed.’ 


6. Order reexamination if the decision to order reexamination 
would be based at least in part on prior art that was, in a prior 
related PTO proceeding, neither (a) relied upon to reject any 
claim, nor (b) cited and its relevance to patentability of any 
claim discussed and a substantial new question of patentability 
is raised with respect to any claim of the patent.' 


D. Procedures for Determining Whether an Ongoing 
Reexamination Must be Terminated in Compliance with 
Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether any current or future ongoing reex- 
amination should be terminated in compliance with the Federal 
Circuit’s decision in Portola Packaging: 


1. Prior to making any rejection in an ongoing reexamination, 
determine for any prior related PTO proceeding what prior art 
was (a) relied upon to reject any claim or (b) cited and discussed. 


2. Base any and all rejections of the patent claims under 
reexamination at least in part on prior art that was, in any prior 
related PTO proceeding, neither (a) relied upon to reject any 
claim, nor (b) cited and its relevance to patentability of any 
claim discussed. 


3. Withdraw any rejections based only on prior art that was, 
in any prior related PTO proceeding, previously either (a) relied 
upon to reject any claim, or (b) cited and its relevance to 
patentability of any claim discussed. 
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4. Terminate reexaminations in which the on/y remaining 
rejections are entirely based on prior art that was, in any prior 
related PTO proceeding, previously (a) relied upon to reject 
any claim, and/or (b) cited and its relevance to patentability 
of a claim discussed. ' 


E. Application of Portola Packaging to Unusual Fact Pat- 
terns 


The PTO recognizes that each case must be decided on its 
particular facts and that cases with unusual fact patterns will 
occur. In such a case, the reexamination should be brought to 
the attention of the Group Director who will then determine 
the appropriate action to be taken. 


Unusual fact patterns may appear in cases in which prior art 
was relied upon to reject any claim or cited and discussed with 
respect to the patentability of a claim in a prior related PTO 
proceeding, but other evidence clearly shows that the examiner 
did not appreciate the issues raised in the reexamination request 
or the ongoing reexamination with respect to that art. Such 
other evidence may appear in the reexamination request, in the 
nature of the prior art, in the prosecution history of the prior 
examination, or in an admission by the patent owner, applicant, 
or inventor." 


For example, if a textbook was cited during prosecution of 
the application which matured into the patent, the record of 
that examination may show that only select information from 
the textbook was discussed with respect to the patentability of 
the claims.'* If a subsequent reexamination request relied upon 
other information in the textbook that actually teaches what is 
required by the claims, it may be appropriate to rely on this 
other information in the textbook to order and/or conduct reex- 
amination." 


Another example involves the situation where an examiner 
discussed a reference in a prior PTO proceeding, but did not 
either reject a claim based upon the reference or maintain the 
rejection based on the mistaken belief that the reference did 
not qualify as prior art.'° If the reexamination request were to 
explain how and why the reference actually does qualify, as 
prior art, it may be appropriate to rely on the reference to order 
and/or conduct reexamination.'° 


Another example involves foreign language prior art refer- 
ences. If a foreign language prior art reference was cited and 
discussed in any prior PTO proceeding, Portola Packaging 
may not prohibit reexamination over a complete and accurate 
translation of that foreign language prior art reference. Specifi- 
cally, if a reexamination request were to explain why a more 
complete and accurate translation of that same foreign language 
prior art reference actually teaches what is required by the 
patent claims, it may be appropriate to rely on the foreign 
language prior art reference to order and/or conduct reexamina- 
tion. 


Another example of an unusual fact pattern involves cumula- 
tive references. To the extent that a cumulative reference is 
repetitive of a prior art reference that was previously applied 
or discussed, Portola Packaging may prohibit reexamination 
of the patent claims based only on the repetitive reference.'’ 
However, it is expected that a repetitive reference which cannot 
be considered by the PTO during reexamination will be a rare 
occurrence since most references teach additional information 
or present information in a different way than other references, 
even though the references might address the same general 
subject matter. 


F. Notices Regarding Compliance with Portola Packaging 


1. If a request for reexamination is denied under C.5 above 
in order to comply with the Federal Circuit’s decision in Portola 
Packaging, the notice of reexamination denial should state: 
“This reexamination request is denied based on Jn re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997). No patentability determination has been made in this 
reexamination proceeding.” 


2. If an ongoing reexamination is terminated under D.4 above 
in order to comply with the Federal Circuit’s decision in Portola 
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Packaging, the Notice of Intent to Issue a Reexamination Certif- 
icate should state: “This reexamination is terminated based on 
In re Portola Packaging. Inc., 110 F.3d 786, 42 USPQ2d 1295 
(Fed. Cir. 1997). No patentability determination has been made 
in this reexamination proceeding.” 


3. If a rejection in the reexamination has previously issued 
and that rejection is withdrawn under D.3 above in order to 
comply with the Federal Circuit’s decision in Portola Pack- 
aging, the Office action withdrawing such rejection should 
state: “The rejection is withdrawn in view of In re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997). No patentability determination of the claims of the patent 
in view of such prior art has been made in this reexamination 
proceeding.” If multiple rejections have been made, the Office 
action should clarify which rejections are being withdrawn. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


ENDNOTES 


1. 110 F.3d 786.42 USPQ2d 1295 (Fed. Cir.) reh’g in banc 
denied, 122 F.3d 1473.44 USPQ2d 1060 (1997). 


2. 35 U.S.C. § 304. 


3. During the original prosecution of the application which led 
to the patent, the PTO had rejected the claims separately based 
upon the Hunter and Faulstich references. The PTO never 
applied the references in combination. During reexamination, 
Portola Packaging amended the patent claims, and for the first 
time the PTO rejected the amended patent claims based upon 
the Hunter and Faulstich references in combination. Despite 
these facts, the Federal Circuit determined that the PTO was 
precluded from conducting reexamination on those references, 
110 F.3d at 790, 42 USPQ2d at 1299. 


4. 110 F.3d at 791, 42 USPQ2d at 1299. 
5. 110 F.3d at 791, 42 USPQ2d at 1300. 


6. Prior related PTO proceedings include the application which 
matured into the patent that is being reexamined, any reissue 
application for the patent, and any reexamination proceeding 
for the patent. 


7. The relevance of the prior art to patentability may be dis- 
cussed by either the applicant, patentee, examiner, or any third 
party. However, 37 C.F.R. § 1.2 requires that all PTO business 
be transacted in writing. Thus, the PTO cannot presume that 
a prior art reference was previously relied upon to reject or 
discussed in a prior PTO proceeding if there is no basis in the 
written record to so conclude other than the examiner’s initials 
or a check mark on a PTO 1449 form, or equivalent, submitted 
with an information disclosure statement. Thus, any discussion 
of prior art must appear on the record of a prior related PTO 
proceeding. Examples of generalized statements in a prior 
related PTO proceeding that would not preclude reexamination 
include statements that prior art is “cited to show the state of 
the art,” “cited to show the background of the invention,” or 
“cited of interest.” 


8. See 35 U.S.C. § 303 (“On his own initiative, and any time, 
the Commissioner may determine whether a substantial new 
question of patentability is raised by patents and publication 
discovered by him . . . ”); see also MPEP § 2244 (“If the 
examiner believes that additional prior art patents and publica- 
tions can be readily obtained by searching to supply any defi- 
ciencies in the prior art cited in the request, the examiner can 
perform such an additional search.”). 


9. See Portola Packaging, Inc., 110 F.3d at 790, 42 USPQ2d 
at 1299 (examiner presumed to have done his job). There may 
be unusual fact pattems and evidence which suggest that the 
examiner did not consider the prior art that was discussed in 
the prior PTO proceeding. These cases should be brought to 
the attention of the Group Director. For a discussion of the 
treatment of such cases, see section E above. 
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10. If not specified, a reexamination generally includes all 
claims. However, reexamination may be limited to specific 
claims. See 35 U.S.C. § 304 (authorizing the power to grant 
reexamination for determination of a “substantial new question 
of patentability affecting any claim of a patent.) (emphasis 
added). Thus, the Commissioner may order reexamination con- 
fined to specific claims. However, reexamination is not neces- 
sarily limited to those questions set forth in the reexamination 
order. See 37 C.F.R. § 1.104(a) (“The examination shall be 
complete with respect both to compliance of the application 
or patent under reexamination with the applicable statutes and 
rules and to the patentability of the invention as claimed 
). 


11. The Commissioner may conduct a search for new art prior to 
determining whether a substantial new question of patentability 
exists prior to terminating any ongoing reexamination pro- 
ceeding. See 35 U.S.C. § 303. See also 35 U.S.C. § 305 (indi- 
cating that “reexamination will be conducted according to the 
procedures established for initial examination,” thereby sug- 
gesting that the Commissioner may conduct a search during 
an ongoing reexamination proceeding). 


12. See 37 C.F.R. § 1.104(c)(3). 


13. The file history of the prior PTO proceeding should indicate 
which portion of the textbook was previously considered. See 
37 C.F.R. § 1.98(a)(2)(ii) (an information disclosure statement 
must include a copy of each “publication or that portion which 
caused it to be listed”) (emphasis added). 


14. However, a reexamination request that merely provides a 
new interpretation of a reference already previously relied upon 
or actually discussed by the PTO does not create a substantial 
new question of patentability. 


15. For example, the examiner may not have believed that the 
reference qualified as prior art because: (i) the reference was 
undated or was believed to have a bad date; (ii) the applicant 
submitted a declaration believed to be sufficient to antedate 
the reference under 37 C.F.R. § 1.131; or (iii) the examiner 
attributed an incorrect filing date to the claimed invention. 


16. For example, the request could: (i) verify the date of the 
reference; (ii) undermine the sufficiency of the declaration filed 
under 37 C.F.R. § 1.131; or (iti) explain the correct filing date 
accorded a claim. 

17. For purposes of reexamination, a cumulative reference that 
is repetitive is one that substantially reiterates verbatim the 
teachings of a reference that was either previously relied upon 
or discussed in a prior PTO proceeding even though the title 
or the citation of the reference may be different. 
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DEPARTMENT OF COMMERCE 
3510-16 Patent and Trademark Office 
[Docket No. 980605147-8147-01] 


Request for Comments on Interim Guidelines for Reexami- 
nation of Cases in View of In re Portola Packaging, Inc.., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments from the public on interim guidelines that will be 
used by PTO personnel in their review of requests for reexami- 
nations and ongoing reexaminations for compliance with the 
decision in Jn re Portola Packaging, Inc., 110 F.3d 786, 42 
USPQ2d 1295 (Fed. Cir. 1997). 


DATES: To be ensured consideration, written comments on 
the interim guidelines must be received by the PTO by Sep- 
tember 14, 1998. 
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ADDRESSES: Written comments should be addressed to 
Commissioner of Patents and Trademarks, Attention: Kevin T. 
Kramer or John M. Whealan, Box 8, Washington, D.C. 20231. 
Comments may be submitted by facsimile at (703) 305-9373. 
Comments may also be submitted by electronic mail addressed 
to “kevin.kramer@uspto.gov” or “john.whealan @uspto.gov”. 


FOR FURTHER INFORMATION CONTACT: John M. 
Whealan or Kevin T. Kramer by telephone at (703) 305-9035; 
by facsimile at (703) 305-9373; by mail addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231; or by electronic mail at “john.whealan@uspto.gov” or 
“kevin.kramer @uspto.gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests 
comments from the public on the following interim guidelines. 
These guidelines will be used by PTO personnel in their review 
of requests for reexaminations and ongoing reexaminations for 
compliance with the decision in Jn re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


Written comments should include the following information: 
(1) Name and affiliation of the individual responding; and (2) 
an indication of whether the comments offered represent views 
of the respondent’s organization or are the respondent’s per- 
sonal views. Where possible, parties presenting written com- 
ments are requested to provide their comments in machine- 
readable format. Such submissions may be provided by elec- 
tronic mail sent over the Internet. or on a 3.5" floppy disk 
formatted for use in a Windows® based computer. Preferably, 
machine-readable submissions should be provided in WordPer- 
fect® 6.1 format. 


Written comments will be available for public inspection 
in Suite 918, Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 


format will be available through anonymous file transfer pro- 
tocol (ftp) via the Internet (address: comments.uspto.gov) and 
through the World Wide Web (address: www.uspto.gov). 


I. Interim Guidelines for Reexamination of Cases in View 
of In re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 
1295 (Fed. Cir. 1997) 


The following guidelines have been developed to assist 
Patent and Trademark Office (PTO) personnel in determining 
whether to order a reexamination or terminate an ongoing reex- 
amination in view of the United States Court of Appeals for 
the Federal Circuit’s decision in Jn re Portola Packaging, Inc.' 
These guidelines supersede and supplement any previous guide- 
lines issued by the PTO with respect to reexamination. These 
guidelines apply to all reexaminations regardless of whether 
they are initiated by the Commissioner, requested by the pat- 
entee, or requested by a third party. When made final, these 
guidelines will be incorporated into Chapter 2200 of the Manual 
of Patent Examining Procedure. 


A. Explanation of Portola Packaging 


In order for the PTO to conduct reexamination, prior art must 
raise a “substantial new question of patentability.”* In Portola 
Packaging, the Federal Circuit held that a combination of two 
references that were expressly relied upon individually to reject 
claims during the original examination does not raise a substan- 
tial new question of patentability.’ The Federal Circuit also held 
that an amendment of the claims during reexamination does 
not raise a substantial new question of patentability.* The court 
explained that “a rejection made during reexamination does 
not raise a substantial new question of patentability if it is 
supported only by prior art previously considered by the PTO.” 


B. General Principles Governing Compliance with Por- 
tola Packaging 


If prior art was previously expressly relied upon to reject a 
claim in a prior related PTO proceeding,° the PTO will not 
order or conduct reexamination based only on such prior art, 
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regardless of whether that prior art is to be relied upon to reject 
the same or different claims in the reexamination. 


If prior art was not expressly relied upon to reject a claim, 
but was cited in the record of a prior related PTO proceeding 
and its relevance to tabili claim was actual 
discussed on the record,’ the PTO will not order or conduct 
reexamination based only on such prior art. 


In contrast, the PTO will order and conduct reexamination 
based on prior art that was cited but whose relevance to patent- 
ability of the claims was not discussed in any prior related 
PTO proceeding. 


C. Procedures for Determining Whether a Reexamina- 
tion May be Ordered in Compliance with Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether a reexamination may be ordered 
in compliance with the Federal Circuit’s decision in Portola 
Packaging: 


1. Read the reexamination request to identify the prior art 
on which the request is based. 


2. Conduct any necessary search of the prior art relevant to 
the subject matter of the patent for which reexamination was 
requested.* 


3. Read the prosecution histories of prior related PTO pro- 
ceedings. 


4. Determine if the prior art in the reexamination request 
and the prior art uncovered in any search was: 


(a) expressly relied upon to reject any claim in a prior related 
PTO proceeding; or 


(b) cited and its relevance to patentability of any claim dis- 
cussed in a prior related PTO proceeding. 


5. Deny the reexamination request if the decision to order 
reexamination would be based only on prior art that was (a) 
expressly relied upon to reject any claim and/or (b) cited and 
its relevance to patentability of any claim discussed in a prior 
related PTO proceeding.’ 


6. Order reexamination if the decision to order reexamination 
would be based at least in part on prior art that was neither 
(a) expressly relied upon to reject any claim nor (b) cited and 
its relevance to patentability of any claim discussed in a prior 
related PTO proceeding, and a substantial new question of 
patentability is raised with respect to any claim of the patent.'° 


D. Procedures for Determining Whether an Ongoing 
Reexamination Must be Terminated in Compliance with 
Portola Packaging 


PTO personnel must adhere to the following procedures 
when determining whether any current or future ongoing reex- 
amination should be terminated in compliance with the Federal 
Circuit’s decision in Portola Packaging: 


1. Prior to making any rejection in an ongoing reexamination, 
determine for any prior related PTO proceeding what prior art 
was (a) expressly relied upon to reject any claim or (b) cited 
and discussed. 


2. Base any and all rejections of the patent claims under 
reexamination at least in part on prior art that was neither (a) 
expressly relied upon to reject any claim nor (b) cited and its 
relevance to patentability of any claim discussed in any prior 
related PTO proceeding. 


3. Withdraw any rejections based only on prior art that was 
previously either (a) expressly relied upon to reject any claim 
or (b) cited and its relevance to patentability of any claim 
discussed in any prior related PTO proceeding. 


4. Terminate reexaminations in which the only remaining 
rejections are entirely based on prior art that was previously 
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(a) expressly relied upon to reject any claim and/or (b) cited 
and its relevance to patentability of a claim discussed in any 
prior related PTO proceeding." 


E. Application of Portola Packaging to Unusual Fact Pat- 
terns 


The PTO recognizes that each case must be decided on its 
particular facts and that cases with unusual fact patterns will 
occur. In such a case, the reexamination should be brought to 
the attention of the Group Director who will then determine 
the appropriate action to be taken. 


Unusual fact patterns may appear in cases in which prior art 
was expressly relied upon to reject any claim or cited and 
discussed with respect to the patentability of a claim in a prior 
related PTO proceeding, but other evidence clearly shows that 
the examiner did not appreciate the issues raised in the reexami- 
nation request or the ongoing reexamination with respect to 
that art. Such other evidence may appear in the reexamination 
request, in the nature of the prior art, in the prosecution history 


of the prior examination, or in an admission by the patent 


owner, applicant, or inventor." 


For example, if a textbook was cited during original examina- 
tion, the record of that examination may show that only select 
information from the textbook was discussed with respect to 
the patentability of the claims.'’ If the reexamination request 
relied upon other information in the textbook that actually 
teaches what is required by the claims, it may be appropriate 
to rely on this other information in the textbook to conduct 
reexamination." 


Another example involves the situation where an examiner 
discussed a reference in a prior PTO proceeding, but did not 
either expressly reject a claim based upon the reference or 
maintain the rejection based on the mistaken belief that the 
reference did not qualify as prior art.'* If the reexamination 
request were to explain how and why the reference actually 


does qualify as prior art, it may be appropriate to conduct 
reexamination. ° 


Another example involves foreign language prior art refer- 
ences. If a foreign language prior art reference was cited and 
discussed in any prior PTO proceeding, Portola Packaging 
may not prohibit reexamination over a complete and accurate 
translation of that foreign language prior art reference. Specifi- 
cally, if a reexamination request were to explain why a more 
complete and accurate translation of that same foreign language 
prior art reference actually teaches what is required by the 
patent claims, it may be appropriate to conduct reexamination. 


Another example of an unusual fact pattern involves cumula- 
tive references. To the extent that a cumulative reference is 
repetitive of a prior art reference that was previously expressly 
applied or discussed, Portola Packaging may prohibit reexami- 
nation of the patent claims based only on the repetitive refer- 
ence.'’ However, it is expected that a repetitive reference which 
cannot be considered by the PTO during reexamination will 
be a rare occurrence since most references teach additional 
information or present information in a different way than other 
references, even though the references might address the same 
general subject matter. 


F. Notices Regarding Compliance with Portola Packaging 


1. If a request for reexamination is denied under C.5. above 
in order to comply with the Federal Circuit’s decision in Portola 
Packaging, the notice of denial should state: “This reexamina- 
tion request is denied based on In re Portola Packaging, Inc., 
110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No final 
patentability determination has been made.” 


2. If an ongoing reexamination is terminated under D.4. 
above in order to comply with the Federal Circuit’s decision 
in Portola Packaging, the termination notice should state: “This 
reexamination is terminated based on Jn re Portola Packaging, 
Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 1997). No 
final patentability determination has been made.” 
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3. If a rejection in the reexamination has previously issued 
and that rejection is withdrawn under D.3. above in order to 
comply with the Federal Circuit’s decision in Portola Pack- 
aging, the Office action withdrawing such rejection should 
state: “The rejection is withdrawn in view of In re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997). No final patentability determination of the claims of the 
patent in view of such prior art has been made.” If multiple 
rejections have been made, the Office action should clarify 
which rejections are being withdrawn. 


ENDNOTES 


1. 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir.), reh’g i 
denied, 122 F.3d 1473, 44 USPQ2d 1060 (1997). 


2. 35 U.S.C. § 304. 


3. During the original prosecution of the application which 
led to the patent, the PTO had expressly rejected the claims 
separately based upon the Hunter and Faulstich references. The 
PTO never expressly applied the references in combination. 
During reexamination, Portola Packaging amended the patent 
claims, and for the first time the PTO expressly rejected the 
amended patent claims based upon the Hunter and Faulstich 
references in combination. Despite these facts, the Federal Cir- 
cuit determined that the PTO was precluded from conducting 
reexamination on those references. 1 10 F.3d at 790, 42 USPQ2d 
at 1299. 


4. 110 F.3d at 791, 42 USPQ2d at 1299. 
5. 110 F.3d at 791, 42 USPQ2d at 1300. 


6. Prior related PTO proceedings include the original prose- 
cution history, any reissue prosecution history, and any previous 
reexamination prosecution history of a concluded PTO pro- 
ceeding. 


7. The relevance of the prior art to patentability may be dis- 
cussed by either the applicant, patentee, examiner, or any third 
party. However, 37 C.F.R. § 1.2 requires that all PTO business 
be transacted in writing. Thus, the PTO cannot presume that 
a prior art reference was previously relied upon to reject or 
discussed in a prior PTO proceeding if there is no basis in the 
written record to so conclude other than the examiner’s initials 
or a check on an information disclosure statement. Thus, any 
discussion of prior art must appear on the record of a prior 
related PTO proceeding. Examples of generalized statements 
in a prior related PTO proceeding that would not preclude 
reexamination include statements that prior art is “cited to show 
the state of the art,” “cited to show the background of the 
invention,” or “cited of interest.” 


8. See 35 U.S.C. § 303 (“On his own initiative, and any time, 
the Commissioner may determine whether a substantial new 
question of patentability is raised by patents and publication 
discovered by him . . .”); see also MPEP § 2244 (“If the 
examiner believes that additional prior art patents and publica- 
tions can be readily obtained by searching to supply any defi- 
ciencies in the prior art cited in the request, the examiner can 
perform such an additional search.”). 


9. See Portola Packaging, Inc., 110 F.3d at 790, 42 USPQ2d 
at 1299 (examiner presumed to have done his job). There may 
be unusual fact patterns and evidence which suggests that the 
PTO did not consider the prior art that was discussed in the 
prior PTO proceeding. These cases should be brought to the 
attention of the Group Director. For a discussion of the treat- 
ment of such cases, see section E above. 


10. If not specified, a reexamination generally includes all 
claims. However, reexamination may be limited to specific 
claims. See 35 U.S.C. § 304 (authorizing the power to grant 
reexamination for determination of a “substantial new question 
of patentability affecting any claim of a patent.”) (emphasis 
added). Thus, the Commissioner may order reexamination con- 
fined to specific claims. However, reexamination is not neces- 
sarily limited to those questions set forth in the reexamination 
order. See 37 C.F.R. § 1.104(a) (“The examination shall be 
complete with respect both to compliance of the application 
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or patent under reexamination with the applicable statutes and 
rules and to the patentability of the invention as claimed. . . 
Res ® 


11. The Commissioner may conduct a search for new art prior to 
determining whether a substantial new question of patentability 
exists prior to terminating any ongoing reexamination pro- 
ceeding. See 35 U.S.C. § 303. See also 35 U.S.C. § 305 (indi- 
cating that “reexamination will be conducted according to the 
procedures established for initial examination,” thereby sug- 
gesting that the Commissioner may conduct a search during 
an ongoing reexamination proceeding). 


12. See 62 Fed. Reg. 53,151, 53,191 (October 10, 1997) (to 
be codified at 37 C.F.R. § 1.104(c)(2)). 


13. The file history of the prior PTO proceeding should indicate 
which portion of the textbook was previously considered. See 
37 C.F.R. § 1.98(a)(2)(ii) (an information disclosure statement 
must include a copy of each “publication or that portion which 
caused it to be listed”) (emphasis added). 


14. However, a reexamination request that merely provides a 
new interpretation of a reference already previously expressly 
relied upon or actually discussed by the PTO does not create 
a substantial new question of patentability. 


15. For example, the examiner may have not believed that the 
reference qualified as prior art because: (i) the reference was 
undated; (ii) the applicant submitted a declaration believed to 
be sufficient to antedate the reference under 37 C.F.R. § 1.131; 
or (iii) the examiner attributed an incorrect filing date to the 
claimed invention. 


16. For example, the request could: (i) verify the date of the 
reference; (ii) undermine the sufficiency of the section 131 
declaration; or (iii) explain the correct filing date accorded a 
claim. 


17. For purposes of reexamination, a cumulative reference that 


is repetitive is one that substantially reiterates verbatim the 
teachings of a reference that was either previously expressly 
relied upon or discussed in a prior PTO proceeding even though 
the title or the citation of the reference may be different. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 9, 1998 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
RIN 0651-ZA02 
Docket No. 99-0512128-9128-01 


(92) 


Notice of Public Hearing and 
Request for Comments on Issues 
Related to the Identification of Prior Art 
During the Examination of a Patent Application 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Notice of Hearing and Request for Public Com- 
ments. 


SUMMARY: The United States Patent and Trademark Office 
(USPTO) is seeking comments to obtain views of the public 
on issues associated with the identification of prior art during 
the examination of a patent application. Interested members of 
the public are invited to testify at the hearing and to present 
written comments on any of the topics outlined in the supple- 
mentary information section of this notice. 


DATES: Public hearings will be held on Monday, June 28, 
1999, and Wednesday, July 14, 1999, starting each day at 9:00 
a.m. and ending no later than 5:00 p.m. Those wishing to 
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present oral testimony at any of the hearings must request an 
opportunity to do so no later than June 21, 1999 for the June 
28, 1999 hearing, or July 7, 1999 for the July 14, 1999 hearing. 
Speakers may provide a written copy of their testimony for 
inclusion in the record of the proceedings no later than August 
2, 1999. 


To ensure consideration, written comments must be received 
at the USPTO no later than August 2, 1999. Written comments 
and transcripts of the hearing will be available for public inspec- 
tion on or about August 9, 1999. 


ADDRESSES: The June 28, 1999 hearing will be held in the 
Nob Hill Room of the San Francisco Marriott Hotel located at 
55 Fourth Street, San Francisco, California. The July 14, 1999 
hearing will be held in the Patent Theater located on the Second 
Floor of Crystal Park 2, 2121 Crystal Drive, Arlington, Virginia. 
Those interested in testifying or in submitting written comments 
on the topics presented in the supplementary information, or 
any other related topics, should send their request or written 
comments to the attention of Elizabeth Shaw, addressed to 
Commissioner of Patents and Trademarks, Box 4, Patent and 
Trademark Office, Washington, DC 20231. Written comments 
may be submitted by facsimile transmission to Elizabeth Shaw 
at (703) 305-8885. Comments may also be submitted by elec- 
tronic mail through the Internet to elizabeth.shaw2 @uspto.gov. 


Written comments will be maintained for public inspection 
in Crystal Park Two, Room 902, 2121 Crystal Drive, Arlington, 
Virginia. Written comments in electronic form may be made 
available via the PTO’s World Wide Web site at http://www.us- 
pto.gov. No requests for presenting oral testimony will be 
accepted through electronic mail. 


FOR FURTHER INFORMATION CONTACT: Lois 
Boland by telephone at (703) 305-9300, by facsimile at (703) 
305-8885, by electronic mail at lois.boland@uspto.gov, or by 
mail addressed to Commissioner of Patents and Trademarks, 
Box 4, Washington, DC 20231; or Robert J. Spar by telephone 
at (703) 305-9285, by facsimile at (703) 308-6919, by electronic 
mail at bob.spar@uspto.gov, or by mail addressed to Commis- 
sioner of Patents and Trademarks, Box Comments—Patents, 
Assistant Commissioner for Patents, Washington, DC 20231. 
Inquiries regarding the San Francisco Marriott Hotel should 
be made to the hotel directly at (415) 896-1600. 


SUPPLEMENTARY INFORMATION: 


I. Background 


One of the key functions of the United States patent examina- 
tion system is to determine whether a claimed invention is 
novel and nonobvious. According to United States patent law, 
a claimed invention is not patentable if prior art teaches or 
renders obvious the invention. See 35 U.S.C. §§102 & 103 
(1996). Although the term “prior art” generally describes all 
information that can be used to show that an invention is not 
patentable, Section 102 of title 35 of the United States Code 
provides a full legal definition of what information qualifies 
as prior art. 35 U.S.C. §102(a)-(g). 


Locating relevant prior art is one of the most important 
aspects of the patent examining process. During the prosecution 
of a patent application, such prior art will be evaluated by the 
examiner to determine patentability. Moreover, once the patent 
is issued, the prior art of record will be closely scrutinized by 
competitors and potential licensees to determine the validity 
and scope of the patent. In the event of litigation, these prior 
art documents will be considered by the courts for determina- 
tions of the validity and scope of issued patents. 


Patent examiners and applicants share the responsibility of 
ensuring that pertinent prior art is being considered during the 
examination of a patent application. To this end, the USPTO 
imposes an obligation on patent examiners to conduct a thor- 
ough search of the prior art and on applicants to submit informa- 
tion known to them to be material to patentability. To assist 
patent examiners in discharging their duty to conduct a thorough 
search of the prior art, the USPTO provides patent examiners 
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with access to a vast collection of patent documents and nonpa- 
tent literature. However, searching prior art in emerging techno- 
logies presents challenges. First, the terminology in such fields 
may not be standardized, which makes it difficult to conduct 
automated searches based on key terms. Second, prior art infor- 
mation in new technologies is frequently not categorized or 
indexed in a fashion that facilitates searching and accessibility. 
Lastly, prior art in certain areas, such as software-related inven- 
tions, may not be available through customary or predictable 
means. 


Recently, USPTO has been criticized for not considering 
the most pertinent prior art during the examination of patent 
applications. In particular, software-related patents have been 
criticized for containing too few references to nonpatent litera- 
ture related to these inventions. While many applicants submit 
a large number of prior art documents in connection with a 
filed patent application, the USPTO may not be receiving the 
kind of valuable nonpatent literature necessary to optimize the 
quality of patent examination. As the agency charged with 
issuing valid patents, the USPTO recognizes the importance 
of obtaining and analyzing the closest prior art to the proper 
prosecution of a patent application and the validity of an issued 
patent. For this reason, the USPTO is interested in obtaining 
public opinion as to whether patent examiners are identifying 
and applying the most pertinent prior art during the examination 
of a patent application, and if not, how the USPTO may be 
equipped to do so. 


Il. Issues for Public Comment 


Interested members of the public are invited to testify and 
present written comments on issues they believe to be relevant 
to the discussion below. Questions following the discussion 
are included to identify specific issues upon which the USPTO 
is interested in obtaining public opinion. 


A. Current Procedures for Obtaining Prior Art 


Recognizing the importance of issuing patents that are prop- 
erly searched and examined, USPTO rules and procedures 
impose specific requirements on both examiners and applicants 
for identifying material prior art. These obligations are designed 
to furnish patent examiners with sufficient information to make 
appropriate novelty and nonobviousness determinations. 


Patent examiners are obligated to conduct “a thorough inves- 
tigation of the available prior art relating to the subject matter 
of the claimed invention.” 37 C.F.R. §1.104(a) (1998). More 
specifically, the Manual of Patent Examining Procedure 
(MPEP) instructs patent examiners that prior art searches 
include not only the field in which the invention is classified, 
but also analogous arts. See MPEP §904.01(c) (July 1998). 
Moreover, patent examiners are instructed to develop a search 
strategy that includes United States patents and “other organized 
systems of literature,” and to implement the search strategy 
manually and by machine. MPEP §904.01(d). 


To assist examiners in obtaining prior art, the USPTO has 
invested a substantial amount of financial resources to the 
search and retrieval of a wide variety of prior art documents. 
Patent examiners can readily search classified paper files, 
microfilm, and CD-ROMs, comprising United States patents, 
foreign patent documents, Patent Cooperation Treaty (PCT) 
publications, as well as a large selection of nonpatent literature, 
including technical journals, books, magazines, encyclopedias, 
product catalogues, and industry newsletters. In addition, patent 
examiners have access to hundreds of in-house and commercial 
online databases providing convenient access, from their 
desktop, to millions of United States and foreign patent and 
nonpatent literature documents. 


Emerging technologies, such as telecommunications and the 
computer-related arts, present challenges in searching and iden- 
tifying the most relevant prior art. This is often because the 
best prior art with respect to these new technologies is available 
as nonpatent literature months to years before it is available 
in the form of United States or foreign patents. Accordingly, 
searching the nonpatent literature in blossoming technologies 
is vital to patentability determinations. To ensure complete 
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coverage, the USPTO is assembling a larger, more complete 
nonpatent literature prior art collection in emerging techno- 
logies and is working on providing patent examiners with better 
access to nonpatent literature in new areas of technology. 


Concurrent with the examiner’s duty to conduct a thorough 
and complete search of the prior art, applicants have a duty 
to submit all information known to them to be material to 
patentability. Specifically, 37 C.F.R. §1.56 provides that infor- 
mation is material to patentability when (1) it establishes, by 
itself or in combination with other information, a prima facie 
case of unpatentability of a claim; or (2) it refutes, or is inconsis- 
tent with, a position the applicant takes in (i) opposing an 
argument of unpatentability relied on by the USPTO, or (ii) 
asserting an argument of patentability. 37 C.F.R. §1.56 (1998). 
In addition, this Rule encourages applicants to examine certain 
types of information, e.g., prior art cited in search reports of 
a foreign patent office in a counterpart application, to ensure 
that material information is disclosed to the USPTO. 37 C.F.R. 
$1.56 (a)(1) & (2). 


Applicant’s duty to submit material information is important 
to high quality patent examination because inventors are gener- 
ally in the best position to be aware of the state of the art and 
are in possession of, or have access to, the most pertinent prior 
art. For this reason, the quality of patent examination benefits 
when applicants assist the examiners in identifying information, 
particularly nonpatent literature, material to patentability. 


B. Questions 


The USPTO is interested in ensuring that patent examiners 
consider the most pertinent prior art during the examination of 
patent applications. Public comments, including responses to 
the following questions, are invited to assist the USPTO in 
identifying any improvements that can be made to ensure that 
patent examiners are searching and have access to the most 
relevant prior art in the course of examination of a patent 
application. The tenor of the following questions should not 
be taken as an indication that the USPTO has taken a position 
on or is predisposed to any particular approach to concerns 
regarding examiner access to pertinent prior art. Your thoughts 
on the following topics would be appreciated. 


1. Is the most pertinent prior art being considered by patent 
examiners during examination of patent applications? If not, 
please include the following in your response: 


(a) Provide support for your conclusions and identify the 
following: 


(i) the area(s) of technology most affected; and 


(ii) the type(s) of prior art most overlooked by the USPTO, 
including but not limited to United States patents, foreign patent 
documents, and nonpatent literature. 


(b) Identify why you perceive that patent examiners are not 
considering the most pertinent prior art. 


2. Do applicants submit the most pertinent prior art that they 
are aware of in connection with a filed patent application? If 
not, please include the following in your response: 


(a) Provide support for your conclusions and identify the 
following: 


(i) the area(s) of technology most affected; and 


(ii) the type(s) of prior art that is not being submitted by 
applicants, including but not limited to United States patents, 
foreign patents, and nonpatent literature. 


(b) Identify why you perceive that applicants are not submit- 
ting the most pertinent prior art. 


3. Are the current rules and procedures for obtaining prior 
art during the examination of a patent application adequate and 
effective? If not, please include the following in your response: 


(a) Identify aspects of the rules and procedures that do not 
facilitate the identification of pertinent prior art; 
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(b) Discuss any proposed changes to the rules or procedures 
to improve the identification of pertinent prior art; and 


(c) Discuss potential advantages and hardships that patent 
applicants and examiners would face if particular changes were 
adopted. 


4. Are prior art searches typically conducted before filing a 
patent application with the USPTO? If not, please explain. If 
so, please include the following in your response: 


(a) An identification of the area(s) of technology where it 
is most likely that a prior art search would be conducted; 


(b) The scope of a proper prior art search (i.e., United States 
Patents, foreign patents, journal articles, corporate bulletins, as 
well as other types of nonpatent literature); and 


(c) An identification of databases and Internet resources 
generally searched or available to applicants and/or the USPTO. 


5. Please indicate whether Information Disclosure Statements 
are frequently submitted and, if so, which of the following 
types of prior art documents are included: 


(a) United States patents; 


(b) Foreign patent documents and Patent Cooperation Treaty 
(PCT) publications; and 


(c) Nonpatent literature, including but not limited to journal 
articles, conference papers, corporate bulletins, and Internet 
publications. If applicable, please explain why any of the afore- 
mentioned type(s) of prior art documents are not normally 
submitted to the USPTO. 


6. Should applicants be required to conduct a prior art search 
and submit corresponding search results, including where they 
searched, to the USPTO when filing a patent application? If 
not, should applicants be required to disclose whether or not 
a search was conducted? Please explain your rationale and 
discuss any potential advantages and drawbacks. 


7. Should applicants be required to submit all prior art relied 
upon during the drafting of the claims of a patent application? 
Please explain your rationale and discuss any potential advan- 
tages and drawbacks. 


8. Should applicants be required to submit all nonpatent 
literature directed to the same field of invention attributable 
to, authored by, or co-authored by the applicant? Please expiain 
your rationale and discuss any potential advantages and draw- 
backs. 


9. Please identify any type(s) of nonpatent literature docu- 
ments applicants should be required to submit to the USPTO in 
connection with any given patent application (e.g., conference 
reports, corporate collections, documents relied on in drafting 
an application, etc.). Please explain your rationale and discuss 
any potential advantages and drawbacks. 


10. If you believe that the most relevant prior art is not 
being identified during patent examination, please identify any 
suggestions to obviate this problem. In your response, please: 


(a) Discuss in detail any idea for addressing this problem 
effectively; 


(b) Explain how the proposal(s) should be implemented; 
(c) Identify who should bear the cost; and 


(d) Indicate any potential advantages and drawbacks for each 
suggestion 


11. Please discuss any related matters not specifically identi- 
fied in the above questions. If this is done, parties are requested 
to: : 


(a) Label that portion of the response as “Other Issues”; 
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(b) Clearly identify the matter being addressed; 


(c) Provide examples, where appropriate, that illustrate the 
matter addressed; 


(d) Identify any relevant legal authorities applicable to the 
matter being addressed; and 


(e) Provide suggestions regarding how the matter should be 
addressed by the USPTO. 


Ill. Guidelines for Oral Testimony 


Individuals wishing to testify must adhere to the following 
guidelines: 


1. Anyone wishing to testify at the hearing(s) must request 
an opportunity to do so no later than June 21, 1999 for the 
June 28, 1999 hearing, or July 7, 1999 for the July 14, 1999 
hearing. Requests to testify may be accepted on the date of the 
hearing if sufficient time is available on the schedule. No one 
will be permitted to testify without prior approval. 


2. Requests to testify must include the speaker’s name, affili- 
ation and title, mailing address, telephone number, and hearing 
date desired. Facsimile number and Internet mail address, if 
available, should also be provided. Parties may include in their 
request an indication as to whether they wish to testify during 
the morning or afternoon session of the hearing. 


3. Speakers will be given between five and fifteen minutes 
to present their remarks. The exact amount of time allocated 
per speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony pre- 
sented before the day of the hearing. 


4. Speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings. These remarks 
should be provided no later than August 2, 1999. 


5. A schedule providing the approximate starting time for 
each speaker will be distributed the morning of the day of the 
hearing. Speakers are advised that the schedule for testimony 
will be subject to change during the course of the hearings. 
IV. Guidelines for Written Comments 

Written comments should include the following information: 


1. Name and affiliation of the individual responding; and 


2. If applicable, indications of whether comments offered 
represent views of the respondent’s organization or are the 
respondent’s personal views. 


If possible, parties offering testimony or written comments 
should provide their comments in machine-readable format. 
Such submissions may be provided by electronic mail messages 
sent over the Internet, or on a 3.5" floppy disk formatted for use 
in either a Macintosh or MS-DOS based computer. Machine- 
readable submissions should be provided as unformatted text 
(e.g., ASCII or plain text), or as formatted text in one of the 
following file formats: Microsoft Word (Macintosh, DOS, or 
Windows versions); or WordPerfect (Macintosh, DOS, or Win- 
dows versions). 


Information that is provided pursuant to this notice will be 
made part of a public record and may be available via the 
Internet. In view of this, parties should not submit information 
that they do not wish to be publicly disclosed or made electroni- 
cally accessible. Parties who would like to rely on confidential 
information to illustrate a point are requested to summarize or 
otherwise submit the information in a way that will permit its 
public disclosure. 


ROBERT M. ANDERSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


May 21, 1999 
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(93) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
[Docket No. 980605148-8148-01] 


Request for Comments on Interim Guidelines 
for Examination of Patent Applications Under 
the 35 U.S.C. § 112 ¥ 1 “Written Description” Requirement 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY:The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on the 
following interim guidelines. These guidelines will be used 
by PTO personnel in their review of biotechnological patent 
applications for compliance with the “written description” 
requirement of 35 U.S.C. § 112 41. Although the guidelines are 
directed primarily to written descriptions of biotechnological 
inventions, they reflect the current understanding of the PTO 
and apply across the board to all relevant technologies. 


DATES: Written comments on the interim guidelines will be 
accepted by the PTO until September 14, 1998. 


ADDRESSES: Written comments should be addressed to Box 
8, Commissioner of Patents and Trademarks, Washington, D.C. 
20231, marked to the attention of Scott A. Chambers, Associate 
Solicitor or to Box Comments, Assistant Commissioner for 
Patents, Washington, D.C. 20231 marked to the attention of 
Linda S. Therkorn. Alternatively, comments may be submitted 
to Scott Chambers via facsimile at (703) 305-9373 or by elec- 
tronic mail addressed to “scott.chambers@uspto.gov” or to 
Linda Therkorn via facsimile at (703) 305-8825 or by electronic 
mail addressed at “linda.therkorn@uspto.gov.” 


FOR FURTHER INFORMATION CONTACT: Scott 
Chambers by telephone at (703) 305-9035, by facsimile at 
(703) 305-9373, by mail to his attention addressed to Box 8, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231, or by electronic mail at “scott.chambers@uspto.gov”; 
or Linda Therkorn by telephone at (703) 305-8800, by facsimile 
at (703) 305-8825, by mail addressed to Box Comments, Assis- 
tant Commissioner for Patents, Washington, D.C. 20231, or 
by electronic mail at “linda.therkorn@uspto.gov.” 


SUPPLEMENTARY INFORMATION: The PTO requests 
comments from any interested member of the public on the 
following interim guidelines. These guidelines will be used 
by PTO personnel in their review of biotechnological patent 
applications for compliance with the “written description” 
requirement of 35 U.S.C. § 112 41. Although the guidelines are 
directed primarily to written descriptions of biotechnological 
inventions, they reflect the current understanding of the PTO 
and apply across the board to all relevant technologies. Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 


Written comments should include the following information: 
1) name and affiliation of the individual responding; and 2) an 
indication of whether the comments offered represent views of 
the respondent’s organization or are they respondent’s personal 
views. The PTO is particularly interested in comments relating 
to: 1) the accuracy of the methodology; 2) relevant factors to 
consider in determining whether the written description require- 
ment of 35 U.S.C. 112 4 1 is satisfied; 3) whether the scope 
of these guidelines should be limited to certain technologies, 
such as biotechnology, or even a particular area of biotech- 
nology such as nucleic acids, or encompass all technologies 
generally; 4) whether the scope of these guidelines should 
be expanded to include processes and/or product-by-process 
claims; and 5) the impact these guidelines may have on currently 
pending applications as well as future applications. 


Parties presenting written comments are requested, where 
possible, to provide their comments in machine-readable format 
in addition to a paper copy. Such submissions may be provided 
by electronic mail messages sent over the Internet, or on a 3.5" 
floppy disk formatted for use in either a Macintosh, Windows, 
Windows for Workgroups, Windows 95, Windows NT, or MS- 
DOS based computer. 
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Written comments will be available for public inspection on 
or about September 14, 1998, in Suite 918, Crystal Park 2, 
2121 Crystal Drive, Arlington, Virginia. In addition, comments 
provided in machine-readable format will be available through 
anonymous file transfer protocol (ftp) via the Internet (address: 
comments.uspto.gov) and through the World Wide Web 
(address: www.uspto.gov). 


Interim Guidelines for the Examination of Patent Appli- 
cations Under The 35 U.S.C. § 112 4 1 “Written Descrip- 
tion” Requirement 


These “Written Description Guidelines” are intended to assist 
Office personnel in the examination of patent applications for 
compliance with the written description requirement of 35 
U.S.C. § 112, ¥ 1, in view of University of California v. Eli 
Lilly' and the earlier cases Fiers v. Revel and Amgen, Inc. 
v. Chugai Pharmaceutical Co.’ These Interim Guidelines are 
directed primarily to determining whether there is written 
description support for product claims and are not intended to 
specifically address the description necessary to support process 
or product-by-process claims. Similarly, these Guidelines are 
not intended to directly address the question of new matter, 
which is currently addressed in the Manual of Patent Examining 
Procedure §§ 2163.06-.07. The Final Guidelines may address 
these additional issues if public comment suggests they should 
be addressed. These guidelines are based on the Office’s current 
understanding of the law and are believed to be fully consistent 
with binding precedent of the Supreme Court, the Federal Cir- 
cuit, and the Federal Circuit’s predecessor courts. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. They are 
designed to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Rejections will be 
based upon the substantive law, and it is these rejections which 
are appealable. Consequently, any failure by Office personnel 
to follow the guidelines is neither appealable nor petitionable. 


These guidelines are intended to form part of the normal 
examination process. Thus, where Office personnel establish 
a prima facie case of lack of written description for a claim, 
a thorough review of the prior art and examination on the merits 
for compliance with the other statutory requirements, including 
those of 35 U.S.C. §§ 101, 102, 103, and 112, is to be conducted 
prior to completing an Office action which includes a rejection 
for lack of written description. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues involving the written 
description requirement between these guidelines and any ear- 
lier guidance provided from the Office. Although these guide- 


lines address examples principally drawn from the 
biotechnological arts, they are intended to be equally applicable 
to all fields of invention. 


I. General Principles Governing Compliance with the 
“Written Description” Requirement For Applications 


The first paragraph of 35 U.S.C. § 112 requires that the 
“specification shall contain a written description of the inven- 
tion . .. .” This requirement is separate and distinct from the 
enablement requirement.’ This written description requirement 
has several policy objectives. “[T]he ‘essential goal’ of the 
description of the invention requirement is to clearly convey 
the information that an applicant has invented the subject matter 
which is claimed.’* Another objective is to put the public in 
possession of what the applicant claims as the invention. The 
written description requirement prevents an applicant from 
claiming subject matter that was not described in the specifica- 
tion as filed, and the proscription against the introduction of 
new matter in a patent application’ serves to prevent an applicant 
from adding information that goes beyond the subject matter 
originally filed. 


To satisfy the written description requirement, a patent speci- 
fication must describe the claimed invention in sufficient detail 
that one skilled in the art can reasonably conclude that the 
inventor had possession of the claimed invention.’ This require- 
ment of the Patent Act promotes the progress of the useful arts 
by ensuring that patentees adequately describe their inventions 
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in their patent specifications for the benefit of the public in 
exchange for the right to exclude others from practicing the 
invention for the duration of the patent’s term.* 


II. Evaluate Whether The Application Complies With 
the “Written Description” Requirement 


The inquiry into whether the description requirement is met 
must be determined on a case-by-case basis and is a question 
of fact.” The examiner has the initial burden of presenting evi- 
dence or reasons why a person skilled in the art would not 
recognize in an applicant’s disclosure a description of the inven- 
tion defined by the claims.'° Office personnel should adhere to 
the following procedures when reviewing patent applications 
for compliance with the written description requirement of 35 
U.S.C. § 112, | 1. 


A. Review the entire application to determine what appli- 
cant has invented, the field of the inventionand the level of 
predictability in the art 


Prior to determining whether the claims satisfy the written 
description requirement, Office personnel should review the 
entire specification, including the specific embodiments, fig- 
ures, sequence listings, and the claims, to understand what 
applicant has invented and the correspondence between what 
applicant has described, i.e., has possession of, and what appli- 
cant is claiming. Such a review should be conducted from the 
standpoint of one of skill in the art at the time the application 
was filed and should include a determination of the field of 
the invention and, thus, the level of predictability in the art. 
Predictability of the structure of a species can be premised 


upon: 


(1) Whether the level of skill in the art leads to a predictability 
of structure; and/or 


(2) Whether teachings in the application or prior art lead to 
a predictability of structure. 


There is an inverse correlation between the level of predict- 
ability in the art and the amount of disclosure necessary to 
satisfy the written description requirement. For example, if 
there is a well-established correlation between structure and 
function in the art, one skilled in the art will be able to reason- 
ably predict the complete structure of the claimed invention 
from its function. Thus, in some factual situations, the written 
description requirement may be satisfied through disclosure 
of function alone when there is a well-established correlation 
between structure and function. In contrast, without such a 
correlation, prediction of structure from function is highly 
unlikely. In this latter case, disclosure of function alone will 
not satisfy the written description requirement. '! 


B. For each claim, determine what the claim as a whole 
covers 


Each claim must be separately analyzed and given its 
broadest reasonable interpretation.'* The entire claim, including 
its preamble language and transitional phrase, must be consid- 
ered. “Preamble language” is that language in a claim appearing 
before a transitional phase, e.g., before “comprising,” “con- 
sisting essentially of,” or “consisting of’. The transitional term 
“comprising” (and other comparable terms, e.g., “containing” 
and “including”) is “open-ended”—it covers the expressly 
recited subject matter alone or in combination with other uns 
tated subject matter.'* There must be adequate written descrip- 
tion to support the claimed invention including the preamble. '* 
The claim as a whole, including all limitations found in the 
preamble, the transitional phrase, and the body of the claim, 
must be described sufficiently to satisfy the written description 
requirement.'° For claims of the form “A [structure] comprising 
SEQ ID NO: 1” there may be a written description problem 
if the claim as a whole, including its preamble and transitional 
phrase, is directed to an invention of unpredictable structure 
that is not fully described. 


For example, when the term “gene,” “mRNA,” or “cDNA” 
is recited in the preamble, it implies a specific structure (or a 
small genus of specific structures) when used in the traditional 
sense, i.e., to mean the structure having the naturally occurring 


OFFICIAL GAZETTE 


Marcu 21, 2000 


sequence. Thus, “A gene comprising SEQ ID NO: 1”; “A 
mRNA comprising SEQ ID NO: 1”; and “A cDNA comprising 
SEQ ID NO: 1” implicitly recite specific structures such as 
promoters, enhancers, coding regions, and other regulatory ele- 
ments in the preamble which must be sufficiently described in 
the specification so as to show the applicant was in possession 
of the claimed inventions. 


In contrast, use of less specific, generic preamble language, 
such as “composition,” “nucleic acid,” “DNA,” and “RNA,” 
does not typically present a written description problem. These 
terms are sufficiently general that one skilled in the art can 
readily envision a sufficient number of members of the claimed 
genus to provide written description support for the genus. 


A claim such as “A gene comprising SEQ ID NO: 1,” can 
be viewed as a species claim in which the preamble recites a 
combination and the body of the claim recites a subcombination: 
The “gene” is the combination and “SEQ ID NO: 1” (which 
is a fragment of the gene) is the subcombination. Written 
description of only the subcombination (in this example the 
fragment SEQ ID NO: 1) normally does not put one in posses- 
sion of the combination (in this example the gene). 


Likewise, generic claims to sequences can be viewed as a 
genus of such combination-subcombination claims. For 
example, a claim such as “A nucleic acid comprising SEQ ID 
NO: 1” can be viewed as a genus claim in which each member 
of the genus (each species) is itself a combination-subcombina- 
tion: Each member of the genus “nucleic acid” is a combination 
containing the subcombination “SEQ ID NO: 1” (which is a 
fragment of the nucleic acid). Again, the generic term “nucleic 
acid” does not typically present a written description problem 
because one skilled in the art can readily envision a sufficient 
number of members of the claimed genus to provide written 
description support for the genus."° 


C. For each claimed species, determine whether there is 
sufficient written description to inform a skilled artisan 
that applicant was in possession of the claimed invention 
at the time the application was filed 


Written description may be satisfied through disclosure of 
relevant identifying characteristics, i.e., structure, other phys- 
ical and/or chemical characteristics, functional characteristics 
when coupled with a known or disclosed correlation between 
function and structure, or some combination of such character- 
istics.'’ What is well known to one skilled in the art need not 
be disclosed.'* If a skilled artisan would have understood the 
inventor to be in possession of the claimed invention at the 
time of filing, even if every nuance of the claims is not explicitly 
described in the specification, then the adequate description 
requirement is met." 


For each claimed species: 


(1) Determine whether a complete structure is disclosed. The 
complete structure of a species typically satisfies the require- 
ment that the description be set forth in “such full, clear, concise 
and exact terms” to show possession of the claimed invention.” 
If a complete structure is disclosed, the written description 
requirement is satisfied for that species, and a rejection under 
35 U.S.C. § 112 4 1 for lack of written description must not 
be made. 


For example, consider the following claim: 


A probe for use in detecting nucleic acid sequences coding 
for enzyme Q from the genus Bacillus consisting of SEQ ID 
NO: 16.7! 


Considering the claim as a whole, it is a species claim cov- 
ering the probe SEQ ID NO: 16.The specification discloses 
the complete sequence for SEQ ID NO: 16.Thus, this claim 
falls into the “safe harbor” described under C(1). 


(2) If the complete structure is not disclosed, determine 
whether the specification discloses other relevant identifying 
characteristics, i.e., physical and/or chemical characteristics 
and/or functional characteristics coupled with a known or dis- 
closed correlation between function and structure, sufficient to 
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describe the claimed invention in such full, clear, concise and 
exact terms that a skilled artisan would recognize applicant 
was in possession of the claimed invention. Disclosure of any 
combination of such identifying characteristics that would lead 
one of skill in the art to the conclusion that the applicant was 
in possession of the claimed species is sufficient. In such a 
case, a rejection for lack of written description under 35 U.S.C. 
§ 112 4 1 must not be made. 


For example, consider the following claim: 


An isolated double-stranded DNA consisting of (1) a single- 
stranded DNA which has a molecular size of 2.57 Kb and is 
derived from golden mosaic virus, and (2) a DNA complemen- 
tary to said single-stranded DNA, giving the restriction endonu- 
clease cleavage map shown in FIG.2(a) and having no Mbo I 
restriction endonuclease site. 


Although the specification does not disclose the complete 
structure for the claimed DNA, it does disclose sufficient identi- 
fying characteristics, i.e., size, cleavage map, and source from 
which the DNA is derived. Thus, while this claim does not 
meet the C(1) criteria because the complete sequence is not 
disclosed, it does meet the C(2) criteria because one skilled in 
the art would recognize from the characteristics, e.g., size, map, 
source, that applicant was in possession of the claimed material 
at the time of filing. 


The following protein claim also falls within the C(2) criteria: 


An isolated alginate lyase enzyme wherein said enzyme lyses 
alginate in the mucous substance produced in a patient with 
cystic fibrosis and wherein said enzyme has the N-terminal 
amino acid sequence SEQ ID No. 1, obtained from Flavobacte- 
rium pepermentium and has the following physicochemical 
properties: (1) Activity: lyses alginate to saccharides having a 
non-reducing end C4-C5 double bond and ultimately to 4- 
deoxy-5-ketouronic acid; (2) Molecular weight: 60,000 daltons; 
(3) Optimal pH: 8.0; (4) Stable pH: 6.0-8.0; (5) Optimal temper- 
ature: 70 degrees C; and (6) Substrate specificity: alginate. 


In this example, the specification discloses the molecular 
weight, origin, activity, and specificity but does not disclose 
the complete structure for the claimed enzyme. Thus, this claim 
would not meet the C(1) criteria because the complete sequence 
is not disclosed. However, the claim meets the C(2) criteria 
because, although the complete structure is not disclosed, one 
skilled in the art would recognize from the disclosed physical 
characteristics—e.g., molecular weight, origin, activity, and 
specificity—that applicant was in possession of the claimed 
material at the time of filing. 


In contrast, consider the following claim: 


An isolated nucleotide sequence consisting of the sequence 
of the reverse transcript of a human mRNA, which mRNA 
encodes insulin. 


The specification in this example provides the coding 
sequence for rat insulin but not that for human insulin. The 
description for the reverse transcript of human mRNA is limited 
to its function, encoding human insulin, and to a method for 
isolating the claimed sequence from its natural source. A 
sequence described only by a purely functional characteristic, 
without any known or disclosed correlation between that func- 
tion and the structure of the sequence, normally is not a suffi- 
cient identifying characteristic for written description purposes, 
even when accompanied by a method of obtaining the claimed 
species. In this case, even though a genetic code table would 
correlate a known insulin amino acid sequence with a genus 
of coding nucleic acids, the same table cannot predict the native, 
naturally occurring nucleic acid sequence of human mRNA or 
its corresponding cDNA. Thus, the specification in this example 
does not provide adequate written description, either under the 
C(1) or C(2) criteria.~ 


Any claim to a species that does not meet the test described 
under C(1) or C(2) must be rejected as lacking adequate written 
description under 35 U.S.C. § 112 4 1. 
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D. For each claimed genus, determine whether there is 
sufficient written description to inform a skilled artisan 
that applicant was in possession of the claimed genus at 
the time the application was filed 


The written description requirement for a claimed genus may 
be satisfied through sufficient description of a representative 
number of species by relevant identifying characteristics, i.e., 
structure or other physical and/or chemical characteristics, by 
functional characteristics coupled with a known or disclosed 
correlation between function and structure, or by a combination 
of such identifying characteristics, sufficient to show the appli- 
cant was in possession of the claimed genus.” A “representative 
number of species” requires that the species which are expressly 
described be representative of the entire genus. Thus, when 
there is substantial variation within the genus, it may require 
a description of the various species which reflect the variation 
within the genus. For example, a broadly drawn claim to a 
specific gene from ruminant mammals may require a represen- 
tative species from cattle, buffalo, bison, goat, deer, antelope, 
camel, giraffe and llama. 


What constitutes a “representative number” is an inverse 
function of the predictability of the art, as determined in IIA 
above. The number must be sufficient to reasonably identify 
the other members of genus. In an unpredictable art, adequate 
written description of a genus cannot be achieved by disclosing 
only one species within the genus. In fact, if the members 
of the genus are expected to vary widely in their identifying 
characteristics, such as structure and activity, written descrip- 
tion for each member within the genus may be necessary. 


Generalized descriptions alone, such as “vertebrate insulin 
cDNA” or “mammalian insulin cDNA,” fail to satisfy the 
written description requirement because they do not describe 
any members of the genus except by function without any 
known or disclosed correlation between function and struc- 
ture.” If the correlation between structure and function in the 
art would not have been known to one skilled in the art and 
the specification does not describe the correlation, the written 
descriptive support cannot depend on that correlation. 


For each claim to a genus: 


(1) Determine whether a representative number of species 
have been described by complete structure as in C(1) above.If 
a representative number have been so described, then the appli- 
cant has written description support for the claimed genus and 
a rejection under § 112 4 1 for lack of written description must 
not be made. 


For example, consider the following claim to a genus: 


An isolated DNA probe for detecting HIV-X, wherein said 
DNA probe hybridizes to the nucleotide sequence set forth in 
SEQ ID NO:1 under the following conditions: hybridization 
in 7% sodium dodecy] sulfate (SDS), 0.5M NaPO, pH 7.0, 
ImM EDTA at 50° C.; and washing with 1% SDS at 42° C. 


In this case, the specification discloses the sequence of the 
isolated DNA molecule consisting of SEQ ID NO: | and dis- 
closes several sequences that hybridize to SEQ ID NO: 1. 
Hybridization under the stringent conditions specified here 
requires that the claimed nucleic acid probes be structurally 
similar to the complement of the nucleic acid sequence dis- 
closed as SEQ ID NO: 1. In this case, the description as a 
whole is sufficient to evidence possession of the claimed genus 
because the genus is defined by relation to the structure of the 
sequence provided as SEQ ID NO: 1, and because several 
species are disclosed that possess the hybridization property 
which further defines the genus. Thus, this claim to a genus 
meets the D(1) criteria. 


(2) For each claim to a genus not supported as described 
under D(1), determine whether there is a representative number 
of adequately described species, as analyzed under C(2). The 
representative number must permit one skilled in the art to 
reasonably identify the remaining members of the genus. If a 
representative number are so described, then the written 
description requirement is satisfied and, again, a rejection under 
§ 112 4 1 for lack of written description must not be made. 
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A monoclonal antibody which specifically binds to the novel 
cancer associated TAG-31 antigen but which does not substan- 
tially bind normal adult human tissues, wherein said mono- 
clonal antibody has a binding affinity of greater than 3 times 
10°M' for TAG-31. 


Considering the claim as a whole, it is drawn to a genus of 
monoclonal antibodies. Although the specification does not 
disclose the complete structure of a representative number of 
species to support the claimed genus of antibodies, it does 
disclose multiple monoclonal antibodies which have the isotype 
claimed as well as the binding specificity and binding affinity 
characteristics recited in the claims. In this well-developed art, 
additional identifying characteristics for a substantial portion 
of the genus are well-known (e.g., number of chains, disulfide 
bonds, constant and variable regions, etc.). Thus, applicant’s 
disclosure combined with what was known in the art are suffi- 
cient to describe the claimed genus of monoclonal antibodies 
in such full, clear, concise and exact terms to show applicant 
was in possession of the claimed antibodies. Thus, the claim 
meets the D(2) criteria. 


As another example, consider the following claim to a genus: 


An isolated mutanase enzyme produced by Bacillus having 
the following physicochemical properties (1) to (9): (1) action: 
an ability to cleave alpha-1,3-glucosidic links of mutan; (2) 
substrate specificity: an ability to effectively decompose 
mutan;(3) optimum pH: pH 4 to 4.5 when reacting on a mutan 
substrate at 35 degrees C. for 10 minutes; (4) pH range for 
stability: pH 4 to 10 when kept at 25 degrees C for 24 hours; 
(5) optimum temperature: 50 degrees to 65 degrees C when 
reacted at pH 5 with mutan as a substrate; (6) thermal stability: 
enzyme activity remains stable below 50 degrees C after incuba- 
tion at pH 5 for 10 minutes; (7) effect of metal ions: mercury 
and silver show inhibitory effect on a mutan substrate; (8) effect 
of inhibitors: p-chloromercurybenzoic acid shows inhibitory 
effect on a mutan substrate; and (9) molecular weight: about 
140,000 to about 160,000 as determined by SDS-polyacryl- 
amide gel electrophoresis. 


Considering the claim as a whole, it covers a genus of muta- 
nase enzymes. Although the specification does not disclose the 
complete structure of a representative number of species to 
support the claimed genus of enzyme compositions, it does 
disclose 3 mutanase species produced by different strains of 
Bacillus (mutanases A, B and C) which are identified by mul- 
tiple relevant identifying characteristics, i.e., molecular weight, 
substrate specificity, optimum and ranges of temperature and 
pH for mutan cleavage activity, etc. In this well-developed 
art, these identifying characteristics are sufficient for a skilled 
artisan to recognize applicant had possession of the species from 
the identifying characteristics of the three mutanase species, to 
reasonably predict sufficient identifying characteristics of the 
other members of the genus and, thus, establish possession of 
the genus. Thus, the claim meets the D(2) criteria. 


As another example, consider the following claim to a genus: 


A DNA comprising a novel DF3 enhancer and DNA 
encoding a heterologous gene but not encoding DF3 wherein 
said DF3 enhancer consists of SEQ ID NO: 1. 


Considering the claim as a whole, it covers a genus of DNA. 
The specification does not describe a representative number of 
members of the genus by complete structure. Thus, the claim 
does not meet the D(1) criteria. However, there is sufficient 
disclosure of identifying characteristics common to the mem- 
bers of the genus, i.e., DF3 enhancer, to meet the D(2) criteria. 
Because of the nature of the generic term “DNA,” one skilled 
in the art could envision a sufficient number of the members 
of the genus to describe the invention in such full, clear and 
concise terms as to show possession of the invention at the 
time of filing. 
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In contrast, consider the claim: 


An isolated nucleic acid comprising the structure of the 
reverse transcript of a mammalian mRNA, which mRNA 
encodes insulin. 


Considering the claim as a whole, the claim covers the genus 
of nucleotide sequences encoding mammalian insulin. The 
specification only provides the coding sequence for rat insulin 
cDNA and a method to isolate the coding sequence from its 
natural source.” This description does not meet the criteria of 
D(1) or D(2) and thus does not satisfy the written description 
requirement. 


Also contrast the claim “A gene comprising SEQ ID NO: 
1.” Although all genes encompassed by this claim share the 
characteristic of comprising SEQ ID NO: 1, and as such might 
appear to meet the D(2) criteria, there is insufficient description 
of the characteristics (e.g., promoters, enhancers, coding 
regions, and other regulatory elements) which identify the 
genes, as opposed to any DNA comprising SEQ ID NO: 1. 


If sufficient identifying characteristics are not disclosed for 
a given genus, as described in D(1) or D(2), the claim to that 
genus must be rejected as lacking adequate written description 
under 35 U.S.C. § 112 4 1. 


III. Complete Patentability Determination Under All 
Statutory Requirements and Clearly Communicate Find- 
ings, Conclusions and Their Bases 


The above only describes how to determine whether the 
written description requirement of 35 U.S.C. § 112 4 1 is 
satisfied. Regardless of the outcome of that determination, 
Office personne] must complete the patentability determination 
under all the relevant statutory provisions of the Patent Act. 


Once Office personnel have concluded analysis of the 
claimed invention under all the statutory provisions, including 
35 U.S.C. §§ 101, 112, 102 and 103, they should review all the 
proposed rejections and their bases to confirm their correctness. 
Only then should any rejection be imposed in an Office action. 
The Office action should clearly communicate the findings, 
conclusions and reasons which support them. 


Specific to these guidelines: 


A. For each claim lacking written description support, 
reject the claim under section 112, { 1, for lack of adequate 
written description 


In rejecting a claim, set forth express findings of fact 
regarding the above analysis which support the lack of written 
description conclusion. These findings should: 


(1) identify the claim limitation not described; and 


(2) provide reasons why a person skilled in the art at the 
time the application was filed would not have recognized the 
description of this limitation in view of the disclosure of the 
application as filed. 


When appropriate, suggest amendments to the claims which 
would bring the claims into compliance with the written 
description in the specification, bearing in mind the prohibition 
against new matter in the claims and corresponding description 
set forth in 35 U.S.C. §§ 112 and 132. 


B. Upon reply by applicant, again determine the patent- 
ability of the claimed invention, including whether the 
written description requirement is satisfied by performing 
the analysis described above in view of the whole record 


Upon reply by applicant, before repeating any rejection under 
Section 112 4 1 for lack of written descriptive basis, review 
the basis for the rejection in view of the record as a whole, 
including amendments, arguments and any evidence submitted 
by applicant. If the whole record now demonstrates that the 
written description requirement is satisfied, do not repeat the 
rejection in the next Office action. If the record still does not 
demonstrate that written description is adequate to support the 
claim(s), repeat the rejection under 35 U.S.C. § 112 4 1, fully 
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respond to applicant’s rebuttal arguments, and properly treat 
any further showings submitted by applicant in the reply. Any 
affidavits, including those relevant to the § 112 4 1 written 
description requirement, must be thoroughly analyzed and dis- 
cussed in the Office action. 
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USPQ2d 1961, 1966 (Fed. Cir. 1997). 


16. E.g., Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1405-06. 


17. A “relevant identifying characteristic” is one that would 
provide evidence that applicant was in possession of what is 
claimed. For example, the presence of a restriction enzyme 
map of a gene may be relevant to a statement that the gene 
has been isolated. One skilled in the art could determine whether 
the gene disclosed was the same as or different than a gene 
isolated by another by comparing the restriction enzyme map. 
In contrast, evidence that the gene could be digested with a 
nuclease would not normally represent a relevant characteristic 
since any gene would be digested with a nuclease. 


Examples of identifying characteristics include a sequence, 
structure, binding affinity, binding specificity, molecular 
weight and length. Although structural formulas provide a con- 
venient method of demonstrating possession of specific mole- 
cules, other identifying characteristics can demonstrate the 
requisite possession. For example, unique cleavage by partic- 
ular enzymes, isoelectric points of fragments, detailed restric- 
tion enzyme maps, a comparison of enzymatic activities, or 
antibody cross reactivity may be sufficient to show possession 
of the claimed invention to one of skill in the art. See Lockwood 
v. American Airlines, Inc., 107 F.3d 1565, 1572, 41 USPQ2d 
1961, 1966 (1997) (“written description” requirement may be 
satisfied by using “such descriptive means as words, structures, 
figures, diagrams, formulas, etc. that fully set forth the claimed 
invention”). 


However, a definition by function alone “does not suffice” 
to sufficiently describe a coding sequence “because it is only 
an indication of what the gene does, rather than what it is. 
Eli Lilly, 119 F.3 at 1568, 43 USPQ2d at 1406. See also Fiers, 
984 F.2d at 1169-71, 25 USPQ2d at 1605-06 (discussing 
Amgen). 


18. See Hybritech Inc. v. Monoclonal Antibodies, Inc., 802 
F.2d 1367, 1379-80, 231 USPQ 81, 90 (Fed. Cir. 1986). 


19. See, e.g., Vas-Cath, 935 F.2d at 1563, 19 USPQ2d at 1116; 
Martin v. Johnson, 454 F.2d 746, 751, 172 USPQ 391, 395 
(CCPA 1972) (stating “the description need not be in ipsis 
verbis to be sufficient”). 


20. 35 U.S.C. § 112 41. Cf Fields v. Conover, 443 F.2d 1386, 
1392, 170 USPQ 276, 280 (CCPA 1971) (finding a lack of 
written description because the specification lacked the “full, 
clear, concise, and exact written description” which is necessary 
to support the claimed invention). 


21. The examples contained within these guidelines are not 
intended to represent the minimum requirements necessary to 
comply with 35 U.S.C. § 112 4 1. 


22. See Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406. 
23. See id. at 1568, 43 USPQ2d at 1406. 


24. Cf. Eli Lilly, 119 F.3d at 1567, 43 USPQ2d at 1405 (stating 
that “The name cDNA is not itself a written description of 
that DNA; it conveys no distinguishing information concerning 
itself.”’). 


25. See id. 1568, 43 USPQ2d at 1406. 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 9, 1998 
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FLOW CHART TO 
Bvaluate Whether The Application Complies 
With the “Written Description” Requirement 


Review the entire application to determine what applicant has invented, 
the field of the invention and the level of predictability in the art 


Yor each claim, determine what th- claim as a whole covers 


Yor each claimed species, determine 
whether applicant was in possession of 
the claimed species 


Yor each claimed genus, determine 
whether applicant was in possession of 


Sufficient 
identifyiag 
characteristics 
disclosed? 


WRITTEM DESCRIPTION REQUIREMENT SATISFIED 


Im ALL CASES, 

Complete Patentability Determination Under All statutory 
Requirements and Clearly Communicate Findings, Conclusions 
ané Their Bases 


Yor each claim lacking written description support, 
reject the claim under section 112, @ 1, for lack of 
adequate written descriptioca 


Upon reply by applicant, again determine the patentability 
of the claimed invention, including whether the written 
description requiremeat is satisfied by performing the 


analysis described above in view of the whole record 


(94) Biosequence Internet Filing 

Related to: 37 CFR § 1.824 Form and Format for 

Nucleotide and/or Amino Acid Sequence Submissions 
in Computer Readable Form 


Description: 


This electronic filing project represents the first public release 
of an electronic filing system (EFS) to test direct electronic 
submission of application information to the U.S. Patent and 
Trademark Office. It is called EFS BIO and it is focused on 
computer readable amino acid and/or nucleotide sequence list- 
ings. It moves the USPTO closer to attaining the goal of elec- 
tronic filing of all patent application submissions by 2003. 


The sequence listing(s) to be transmitted electronically via the 
Internet will correspond only to biotechnology patent utility 
applications already filed in USPTO on paper under current 
rules in Title 37 C.F.R. § 1.821-1.825. 


The electronic filing system wi'l provide a mechanism for 
certain qualified patent applicants and certain practitioners to 
conduct a ‘real time’ electronic filing of the computer readable 
form (CRF) of the amino acid and/or nucleotide sequence listing 


required in a pending paper biotechnology patent application. 
The electronic filing system provides “real time” feedback to 
the filer acknowledging the USPTO’s receipt of the CRF copy 
of the sequence listing. The system will accommodate input 
created by a sequence listing authoring tool, PatentIn, as well 
as accommodate input created by other standard methods or 
editors. 


Participants: 


The use of the electronic filing system to submit computer 
readable format sequence listing ASCII file(s) via the Internet 
is voluntary. To electronically file a a nucleotide and/or amino 
acid sequence with the USPTO via the Internet, a participant 
must be identified as one of the following authorized patent 
application filers (applicant, assignee, attorney or agent or 
assignee undivided part) as set forth in 37 CFR (1.33(b)). 


Authorized filers must have a pending utility patent application 
that requires a nucleotide and/or amino acid sequence submis- 
sion in computer readable form (37 CFR 1.824). Filers must 
be familiar with the use of the PatentIn sequence authoring 
application or another acceptable sequence authoring tool. 
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Authorized filers must submit a request to the USPTO Office 
of Enrollment and Discipline (OED) for a set of public key 
certificates (a digital signing certificate and a confidentiality 
certificate). Interested filers should contact OED to obtain a 
copy of the USPTO Certificate Action Form and USPTO Public 
Key Infrastructure Subscriber Agreement. They will be con- 
tacted by USPTO regarding the approval of the submitted 
request. Individuals who already have certificates that were 
obtained from the USPTO via the above procedure for other 
purposes are also qualified to participate. Upon approval of 
the submitted request, the USPTO will provide a software 
installation package that enables the authorized patent applica- 
tion filer to securely communicate with USPTO Electronic 
Business Center (EBC) application systems. 


During the initial release of the electronic filing system for a 
Biosequence Internet filing, participation will be limited to 
those authorized patent application filers whose offices are 
located in the Washington, D.C. metro area. Later releases will 
expand that limitation. Authorized filers located either in or 
outside the Washington, D.C. metro area, and who are interested 
in filing biosequences via the Internet are asked to submit a 
request to obtain a copy of the USPTO public key certificates 
starting in October 1999. 


Guidance on registration to use EFS BIO to file computer 
readable format sequence listing will be available at the USPTO 
web site Electronic Business Center. Applicants or prac- 
titioners’ who have registered with the USPTO to obtain a 
digital certificate will download the EFS desktop application 
called the Electronic Packaging And Validation Engine (ePave) 
from the Electronic Business Center patent electronic filing 
web page. 


When: 


This initial release of the electronic filing system for bio- 
sequences via the Internet is now available. 


Features of EFS-BIO: 


e Authorized filers will obtain valid public key certificates and 
security related software from the USPTO. 


e Authorized filers with valid certificates will download elec- 
tronic filing desktop software (called ePave) from Electronic 
Business Center Electronic Filing Web page. 


e The filers will submit an ASCII text file of the biosequences 
using the electronic filing system. 


¢ Only the following file formats may be used: .zip (compressed 
file), .app. (Patent In file format), .txt (ASCII text file) 


¢ The biosequence electronic filing submission must be accom- 
panied by an electronic transmittal file created by the software. 


e The transmittal file must be signed by the person intending 
the electronic mark to be his or her signature. This means that 
the person verifying a patent application must personally make 
the mark in the appropriate section of the “electronic” patent 
application submission (e.g. transmittal, declaration) 


e The USPTO electronic filing desktop software will automati- 
cally save a complete copy of the electronically signed trans- 
mittal document and make the electronic document available 
for printing. 


e Electronic Filing certificate practice is similar to current fax 
practice, including use of a certificate of mailing or transmis- 
sion, in accordance with 37 C.F.R. § 1.8. 


e The official date/stamp on the biosequence electronically 
filed submission will occur at the date and time the last byte 
of the electronic file is received by the USPTO Electronic 
Mailroom Server. 


e Authorized electronic filers will be presented with a “confir- 
mation” screen that displays the document being electronically 
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submitted to the USPTO and requires the applicant to confirm 
his intention to submit it. The verification of a confirmation 
screen is a necessary step to assure that the USPTO’s electronic 
record(s) have the required authenticity. 


e Filers will not be permitted to submit a sequence listing via 
the Internet without entering a valid USPTO assigned national 
application number. 


¢ Most information will be error-checked by the software. Filers 
will be allowed to override some of these discovered errors if 
desired. 


e After completion of an electronic filing of a biosequence, 
the electronic filer will submit a paper that refers to the Internet 
filing of the sequence listing and include a copy of the acknowl- 
edgement receipt provided by USPTO. 


Business rule modifications: 


This procedure will serve, for the patent applications concerned, 
in lieu of the procedures for the computer readable form as 
specified in 37 C.F.R. § 1.821 (e) and § 1.824. Procedures for 
all other patent applications are not affected. 


For more information on this program, please consult the EFS 
Web Page at Electronic Business Center http://pto-ebc.usp- 
to.gov or the USPTO web site at www.uspto.gov. It is preferred 
that questions and comments should be addressed to USPTO 
at the following e-mail address: EFS @uspto.gov. If e-mail is 
unavailable or inappropriate, contact Diane Lewis at telephone 
number 703-305-9892. 


NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patent Process Services 


November 4, 1999 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
RIN: 0651-AA88 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures; Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendments. 


SUMMARY: This document contains a correction to the rules 
relating to the format for nucleotide and/or amino acid sequence 
disclosures in patent applications. 


EFFECTIVE DATE: September 10, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. 
Kepplinger, by telephone at (703) 308-1495; by mail addressed 
to: Box Comments - Patents, Assistant Commissioner for 
Patents, Washington, DC 20231 marked to her attention; by 
facsimile to (703) 305-3935; or by electronic mail at esther.kep- 
plinger@uspto.gov. 

SUPPLEMENTARY INFORMATION: Appendix B to 
Subpart G to Part | of title 37 of the Code of Federal Regulations 
is a listing entitled “Headings for Information Items in § 1.823.” 
It contains the headings that were required prior to the June 
1, 1998, amendment of the rules. 


On June 1, 1998, the Patent and Trademark Office published 
a final rule entitled “Requirements for Patent Applications Con- 
taining Nucleotide Sequence and/or Amino Acid Disclosures” 
in the Federal Register (63 FR 29620). The listing of headings 
in Appendix B is no longer correct in view of the final rule. 
The headings adopted in the final rule replaced those used in 
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Appendix B. For this reason, Appendix B should have been 
removed from the final rule. Because Appendix B may be 
misleading, it is now being removed. 


List of Subjects in 37 CFR Part | 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Incorporation by reference, 
Reporting and recordkeeping requirements, Small businesses. 


PART 1 - RULES OF PRACTICE IN PATENT CASES 
Accordingly, 37 CFR Part | is corrected by making the 
following correcting amendment: 


1. The authority citation for Part 1 continues to read as 
follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 
Appendix B To Subpart G To Part 1 [Corrected] 
2. Remove Appendix B To Subpart G To Part 1. 


September 8, 1998 ALBIN F. DROST 
Deputy Solicitor 


{1215 OG 13] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 1 
[Docket No: 960828235-8109-02] 
RIN: 0651-AA88 


Requirements for Patent Applications 
Containing Nucleotide Sequence and/or 
Amino Acid Disclosures 


(96) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules for submitting nucleotide or amino acid 
sequences in computer readable form (CRF) for patent applica- 
tions. These amendments simplify the requirements of the rules, 
rearrange portions of the rules for better understanding and 
establish consistent rules to permit a single internationally 
acceptable computer readable form. Sequence Listings will be 
presented in an international, language neutral format using 
numeric identifiers rather than the current subject headings. 
The Paper Sequence Listing will preferably be a separately 
numbered section of the patent application. Sequences which 
contain fewer than four specifically identified nucleotides or 
amino acids will no longer be required to be submitted in 
computer readable form. 


DATES: EFFECTIVE DATE: July 1, 1998. 

The incorporation by reference of certain publications listed 
in the regulations is approved by the Director of the Federal 
Register as of July 1, 1998. 


APPLICABILITY DATE: Sections 1.821 through 1.825 as 
amended apply to applications filed on or after July 1, 1998, 
except for: (1) applications that claim the benefit of a prior 
application under 35 U.S.C. 120 filed before July 1, 1998, and 
which do not add subject matter involving a sequence listing 
subject to §§ 1.821 through 1.825; and (2) reissue applications 
in which the application for the patent sought to be reissued 
was filed before July 1, 1998. Sections 1.821 through 1.825 
apply during a reexamination proceeding if the application for 
the patent sought to be reexamined was filed on or after July 
1, 1998. 


FOR FURTHER INFORMATION CONTACT: Esther M. 
Kepplinger, by telephone at (703) 308-1495; by mail addressed 
to: Box Comments - Patents, Assistant Commissioner for 
Patents, Washington, DC 20231 marked to her attention; by 
facsimile to (703) 305-3935; or by electronic mail at esther.kep- 
plinger@uspto.gov. 
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SUPPLEMENTAL INFORMATION: Sections 1.821 
through 1.825 of title 37 provide a standardized format for the 
description of nucleotide and amino acid sequence data in patent 
applications and require the submission of such sequences in 
computer readable form (CRF).Sections 1.821 through 1.825 
provide the following benefits to the PTO: (1) improved search 
capabilities; (2) improved interference detection; (3) more effi- 
cient examination; (4) cost savings for the input of the sequence 
data; (5) more efficient and accurate printing of sequences in 
patents; (6) exchange of the sequence data with other patent 
offices electronically; and (7) improved public access to the 
sequences electronically. 


REASONS FOR THE CHANGES 


In response to the needs of our customers, the procedural 
requirements found in former §§ 1.821 through 1.825 have 
been reduced. Sections 1.821 through 1.825 are being amended 
to be consistent with World Intellectual Property Organization 
(WIPO) Standard ST.25 (signed in 1998 and effective July 1, 
1998). ST.25 replaces WIPO Standards ST.23 and ST.24 which 
deal with paper and electronic submissions of sequence listings. 


A Meeting of International Authorities (MIA) under the Patent 
Cooperation Treaty (PCT) was held in November of 1994 to 
discuss simplification of sequence listing submission require- 
ments. 


Under the previous PCT Regulations, each International 
Searching Authority, each International Preliminary Examining 
Authority and each designated/elected office was free to set 
the requirements for submission of sequence listings in paper 
and electronic form. This imposed a burden on applicants by 
requiring them to prepare sequence listings in many different 
formats. In addition, sequence listings were required to be 
translated for consideration in the national stage at considerable 
cost to applicants and at the risk that the information could be 
inaccurately translated. 


After the November 1994 MIA, the PTO, the European Patent 
Office (EPO) and the Japanese Patent Office (JPO) worked 
together with WIPO to create a new international standard 
which forms the basis of WIPO Standard ST.25 (1998). Sections 
1.821 through 1.825 of 37 CFR, as amended herein, are consis- 
tent with WIPO Standard ST.25 (1998) and the PCT sequence 
listing requirements. Sequence listings prepared in accordance 
with §§ 1.821 through 1.825 as amended generally will be 
acceptable in all countries which adhere to WIPO Standard 
ST.25 (1998). In addition, a sequence listing prepared in accor- 
dance with the §§ 1.821 through 1.825 as amended will be 
acceptable for the national stage in all PCT member countries 
which require the submission of a sequence listing. As a result 
of this rule change, applicants will experience a reduction in 
cost since only one sequence listing in paper and electronic 
form will need to be prepared and translations of this listing 
will not be needed. 


All necessary changes to the text of §§ 1.821 through 1.825 
to reflect the new WIPO Standard ST.25 (1998), have been 
made. Each change is described below. 


OVERVIEW OF THE CHANGES 
The changes in this Final Rule include: 


(1) use of numeric identifiers to replace the language subject 
headings within the submission; 

(2) elimination of unnecessary and confusing data elements; 

(3) movement of the paper Sequence Listing to the end of 
the application, preferably with separately numbered pages; 

(4) elimination of the requirement to provide a submission 
for sequences with fewer than four specifically defined nucleo- 
tides or amino acids; 

(5) use of lower-case one-letter codes for nucleotide bases; 

(6) rearrangement of portions of the rules to improve their 
context; 

(7) clarification and simplification of the rules to aid in 
understanding; and 
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(8) minor changes to accomplish harmonization with WIPO 
Standard ST.25 (1998) as well as the EPO and the JPO stan- 
dards. 


Amended §§ 1.821 through 1.825 are not mandatory for: (1) 
applications that claim the benefit of a prior application under 
35 U.S.C. 120 filed before July 1, 1998, and which do not add 
subject matter involving a sequence listing subject to §§ 1.821 
through 1.825; (2) reissue applications in which the application 
for the patent sought to be reissued was filed before July 1, 
1998; and (3) reexamination proceedings if the application for 
the patent sought to be reexamined was filed before July 1, 
1998. The PTO will accept and encourages the submission of 
sequence listings in compliance with amended §§ 1.821 through 
1.825 for any application or reexamination proceeding. All 
sequence listings (including the entire computer readable form) 
must be submitted in compliance with either §§ 1.821 through 
1.825 as amended in this Final Rule or (when permitted) former 
§§ 1.821 through 1.825. 


If the CRF for a new application would be identical to a com- 
pliant CRF already on file in the PTO, the applicant may make 
reference to the other application and the CRF in lieu of filing 
a duplicate CRF in the new application by following the proce- 
dures set forth in § 1.821(e). If exceptional circumstances do 
arise and certain applicants experience specific hardships in 
attempting to comply with amended §§ 1.821 through 1.825, 
the PTO will consider a petition under § 1.183 to waive certain 
requirements of §§ 1.821 through 1.825. 


A Notice of Proposed Rulemaking entitled “Changes Imple- 
menting Nucleotide and/or Amino Acid Sequence Listings” 
(Notice of Proposed Rulemaking) was published in the Federal 
Register at 61 FR 51855 (October 4, 1996), and in the Official 
Gazette of the Patent and Trademark Office, at 1191 Off. Gaz. 
Pat. Office 168 (October 29, 1996). Sections 1.821 through 
1.825 as adopted contain several changes from these sections. 
This Final Rule provides a discussion of the content of the 
specific rules being amended, description of the changes in 
the text of the proposed rules, and explanation of the reasons 
supporting the changes. In addition, comments received in 
response to the Notice of Proposed Rulemaking are analyzed. 


Discussion of Specific Rules and Changes from the Proposed 
Rules: 

Title 37 of the Code of Federal Regulations, Part 1, is amended 
as follows. 


SECTION 1.77 


The proposed change to 37 CFR 1.77 was previously adopted. 
See Miscellaneous Changes to Patent Practice; Final Rule, 61 
FR 42790 (August 19, 1996), 1190 Off. Gaz. Pat. Office 67 
(September 17, 1996). 





Section 1.821 


Section 1.821 incorporates by reference the World Intellectual 
Property Organization (WIPO) Handbook on Industrial Prop- 
erty Information and Documentation, Standard ST.25 (1998), 
including Tables | through 6 of Appendix 2, in accordance 
with 5 U.S.C. 552(a) and 1 CFR part 51. Copies may be obtained 
from the World Intellectual Property Organization; 34 chemin 
des Colombettes; 1211 Geneva 20 Switzerland. Copies may 
be inspected at the Patent Search Room; Crystal Plaza 3, Lobby 
Level; 2021 South Clark Place; Arlington, VA 22202. Copies 
may also be inspected at the Office of the Federal Register, 
800 North Capitol Street, NW, Suite 700, Washington, DC 
20408. These Tables are reproduced below. 


WIPO Standard ST.25 (1998), Appendix 2, Table 1, provides 
that the bases of a nucleotide sequence should be represented 
using the following one-letter code for nucleotide sequence 
characters: 


Table 1: one letter codes for nucleotide sequences 


Symbol Meaning 


Origin of 
designation 


adenine 
guanine 
cytosine 
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Origin of 
designation 


Symbol Meaning 





t thymine 

u uracil 

gora purine 

t/u orc pyrimidine 

aore amino 

g or vu keto 

gore strong interactions 3 
H-bonds 

weak interactions 2 
H-bonds 

not a 

not c 


a or Vu 


g orc or t/u 
a or g or vu 
a orc or tu not g 

aor gore not t, not u 
(a or g orc or any 

t/u) or (unknown 

or other) 


WIPO Standard ST.25 (1998), Appendix 2, Table 2, provides 
that modified bases may be represented as the corresponding 
unmodified bases in the sequence itself, if the modified base 
is one of those listed below and the modification is further 
described in the Feature section of the Sequence Listing. The 
codes from the list below may be used in the description ( i.e., 
the specification and drawings, or in the Sequence Listing) but 
these codes may not be used in the sequence itself. 


Table 2: modified bases 


Symbol Meaning 

ac4c 4-acetyl cytidine 

chmSu 5-(carboxyhydroxylmethy])uridine 

cm 2-O-methylcytidine 

cmnmS5s2u 5-carboxymethylaminomethyl-2- 
thiouridine 

cmnm5u 5-carboxymethylaminomethyluridine 

d dihydrouridine 

fm 2-O-methylpseudouridine 

gal q beta, D-galactosylqueuosine 

gm 2-O-methylguanosine 

I inosine 

i6a N6-isopentenyladenosine 

mla 1-methyladenosine 

mlf 1-methylpseudouridine 

mlg 1-methylguanosine 

mli 1-methylinosine 

m22g 2,2-dimethylguanosine 

m2a 2-methyladenosine 

m2g 2-methylguanosine 

m3c 3-methylcytidine 

m5c 5-methylcytidine 

m6a N6-methyladenosine 

m7g 7-methylguanosine 

mamSu 5-methylaminomethyluridine 

mam5s2u 5-methoxyaminomethy]-2-thiouridine 

man q beta, D-mannosylqueuosine 

memS5s2u 5-methoxycarbonylmethy]-2-thiouridine 

memS5u 5-methoxycarbonylmethyluridine 

moSu 5-methoxyuridine 

ms2i6a 2-methylthio-N6-isopentenyladenosine 

ms2t6a N-((9-beta-D-ribofuranosy]-2- 

methylthiopurine-6-yl) carbamoyl) 

threonine 

N-((9-beta-D-ribofuranosylpurine- 

6-yl)N- methylcarbamoy]) threonine 

mv uridine-5-oxyacetic acid-methylester 

oSu uridine-5-oxyacetic acid 

osyw wybutoxosine 

p pseudouridine 

q queuosine 

s2c 2-thiocytidine 

s2t 5-methyl-2-thiouridine 

s2u 2-thiouridine 

s4u 4-thiouridine 

t 5-methyluridine 


mt6a 
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Meanin 


N-((9-beta-D-ribofuranosylpurine-6-yl)- 
carbamoy])threonine 
2-O-methy]-5-methyluridine 
2-O-methyluridine 

wybutosine 
3-(3-amino-3-carboxy-propyl)uridine, 
(acp3)u 


WIPO Standard ST.25 (1998), Appendix 2, Table 3, provides 
that the amino acids should be represented using the following 
three-letter code with the first letter as a capital. 


Table 3: amino acid three-letter codes 


Symbol 


Ala Alanine 

Cys Cysteine 

Asp Aspartic Acid 
Glu Glutamic Acid 
Phe Phenylalanine 
Gly Glycine 

His Histidine 

Ile Isoleucine 
Lys Lysine 

Leu Leucine 

Met Methionine 
Asn Asparagine 
Pro Proline 

Gln Glutamine 
Arg Arginine 

Ser Serine 

Thr Threonine 
Val Valine 

Trp Tryptophan 
Tyr Tyrosine 

Asx Asp or Asn 
Glx Glu or Gln 
Xaa unknown or other 


Meanin 


WIPO Standard ST.25 (1998), Appendix 2, Table 4, provides 


Table 5: Feature keys related to nucleotide sequences 
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that modified and unusual amino acids may be represented as 
the corresponding unmodified amino acids in the sequence 
itself if the modified or unusual amino acid is one of those 
listed below and the modification is further described in the 
Feature section of the Sequence Listing. The codes from the 
list below may be used in the description (i.e., the specification 
and drawings, or in Sequence Listing) but these codes may not 
be used in the sequence itself. 


Table 4: modified and unusual amino acid codes 
Symbol Meaning 


Aad 2-Aminoadipic acid 

bAad 3-aminoadipic acid 

bAla beta-Alanine, beta-Aminopropionic acid 
Abu 2-Aminobutyric acid 

4Abu 4-Aminobutyric acid, piperidinic acid 
Acp 6-Aminocaproic acid 

Ahe 2-Aminoheptanoic acid 
Aib 2-Aminoisobutyric acid 
bAib 3-Aminoisobutyric acid 
Apm 2-Aminopimelic acid 

Dbu 2,4-Diaminobu tyric acid 
Des Desmosine 

Dpm 2,2-Diaminopimelic acid 
Dpr 2,3-Diaminopropionic acid 
EtGly N-Ethylglycine 

EtAsn N-Ethylasparagine 

Hyl Hydroxylysine 

aHy] allo-Hydroxylysine 

3Hyp 3-Hydroxyproline 

4Hyp 4-Hydroxyproline 

Ide Isodesmosine 

alle allo-Isoleucine 

MeGly N-Methylglycine, sarcosine 
Melle N-Methylisoleucine 

MeLys 6-N-Methyllysine 

MeVal N-Methylvaline 

Nva Norvaline 

Nle Norleucine 

Orn Ornithine 


WIPO Standard ST.25 (1998), Appendix 2, Table 5 provides 
for feature keys related to DNA sequences. 


Key 
allele 


attenuator 


C_ region 
CAAT signal 
CDS 


conflict 


D-loop 


D-segment 


enhancer 


exon 
GC signal 


gene 


Description 
a related individual or strain contains stable, alternative forms of the same gene which differs from the 
presented sequence at this location (and perhaps others) 


1) region of DNA at which regulation of termination of transcription occurs, which controls the expression 


of some bacterial operons; 
2) sequence segment located between the promoter and the first structural gene that causes partial 


termination of transcription 


constant region of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 
chains. Includes one or more exons depending on the particular chain 


CAAT box; part of a conserved sequence located about 75 bp up-stream of the start point of eukaryotic 
transcription units which may be involved in RNA polymerase binding; consensus=GG (C or T) CAATCT 


coding sequence; sequence of nucleotides that corresponds with the sequence of amino acids in a protein 
(location includes stop codon). Feature includes amino acid conceptual translation 


independent determinations of the same sequence differ at this site or region 


displacement loop; a region within mitochondrial DNA in which a short stretch of RNA is paired with 
one strand of DNA, displacing the original partner DNA strand in this region; also used to describe the 
displacement of a region of one strand of duplex DNA by a single stranded invader in the reaction 
catalyzed by RecA protein 


diversity segment of immunoglobulin heavy chain, and T-cell receptor beta chain 


a cis-acting sequence that increases the utilization of (some) eukaryotic promoters, and can function in 
either orientation and in any location (upstream or downstream) relative to the promoter 


region of genome that codes for portion of spliced mRNA; may contain 5S’UTR, all CDSs, and 3°UTR 


GC box; a conserved GC-rich region located upstream of the start point of eukaryotic transcription units 
which may occur in multiple copies or in either orientation; consensus=>GGGCGG 


region of biological interest identified as a gene and for which a name has been assigned 
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Key 
iDNA 


intron 
J_segment 
LTR 


mat_peptide 


misc_binding 
misc_difference 
misc_eature 
misc_recomb 
misc_RNA 


misc_signal 


misc_structure 
modified_base 
mRNA 


mutation 
N_region 
old_sequence 


polyA signal 
polyA site 
precursor RNA 


prim_transcript 


primer_bind 


promoter 
protein_bind 
RBS 
repeat_region 
repeat_unit 
rep_origin 
rRNA 


S_region 


satellite 


scRNA 


sig_peptide 
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Description 
Intervening DNA; DNA which is eliminated through any of several kinds of recombination 


a segment of DNA that is transcribed, but removed from within the transcript by splicing together the 
sequences (exons) on either side of it 


joining segment of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma- 
chains 

long terminal repeat, a sequence directly repeated at both ends of a defined sequence, of the sort typically 
found in retroviruses 

mature peptide or protein coding sequence; coding sequence for the mature or final peptide or protein 
product following post-translational modification. The location does not include the stop codon (unlike 
the corresponding CDS) 


site in nucleic acid which covalently or non-covalently binds another moiety that cannot be described 
by any other Binding key (primer_bind or protein_bind) 


feature sequence is different from that presented in the entry and cannot be described by any other 
Difference key (conflict, unsure, old_sequence, mutation, variation, allele, or modified_base) 


region of biological interest which cannot be described by any other feature key; a new or rare feature 


site of any generalized, site-specific or replicative recombination event where there is a breakage and 
reunion of duplex DNA that cannot be described by other recombination keys (iDNA and virion) or 
qualifiers of source key (/insertion_seq,/transposon,/proviral) 


any transcript or RNA product that cannot be defined by other RNA keys (prim_transcript, precursor 
RNA, mRNA, 5’clip, 3’clip, 5’; UTR, 3’ UTR, exon, CDS, sig_peptide, transit_ peptide, mat_peptide, intron, 
polyA_site, rRNA, tRNA, scRNA, and snRNA) 


any region containing a signal controlling or altering gene function or expression that cannot be described 
by other Signal keys (promoter,CAAT_signal, TATA_signal, -35_signal, -10_signal, GC_signal, RBS, 
polyA_signal, enhancer, attenuator, terminator, and rep_origin) 


any secondary or tertiary structure or conformation that cannot be described by other Structure keys 
(stem_loop and D-loop) 


the indicated nucleotide is a modified nucleotide and should be substituted for by the indicated molecule 
(given in the mod_base qualifier value) 


messenger RNA; includes 5’untranslated region (5° UTR), coding sequences (CDS, exon) and 3’untrans- 
lated region (3’UTR) 

a related strain has an abrupt, inheritable change in the sequence at this location 

Extra nucleotides inserted between rearranged immunoglobulin segments 

the presented sequence revises a previous version of the sequence at this location 


recognition region necessary for endonuclease cleavage of an RNA transcript that is followed by polyade- 
nylation; consensus=AATAAA 


site on an RNA transcript to which will be added adenine residues by post- transcriptional polyadenylation 


any RNA species that is not yet the mature RNA product; may include 5’clipped region (5’clip), 
5’untranslated region (5’ UTR), coding sequences (CDS, exon), intervening sequences (intron), 3’untrans- 
lated region (3’UTR), and 3’clipped region (3’clip) 


primary (initial, unprocessed) transcript; includes S’clipped region (5’clip), 5’ untranslated region 
(S’UTR), coding sequences (CDS, exon), intervening sequences (intron), 3’untranslated region (3’ UTR), 
and 3’clipped region (3’clip) 

Non-covalent primer binding site for initiation of replication, transcription, or reverse transcription. 
Includes site(s) for synthetic e.g., PCR primer elements 

region on a DNA molecule involved in RNA polymerase binding to initiate transcription 
non-covalent protein binding site on nucleic acid 

ribosome binding site 

region of genome containing repeating units 

single repeat element 

origin of replication; starting site for duplication of nucleic acid to give two identical copies 

mature ribosomal RNA; the RNA component of the ribonucleoprotein particle (ribosome) which assembles 
amino acids into proteins 


Switch region of immunoglobulin heavy chains. Involved in the rearrangement of heavy chain DNA 
leading to the expression of a different immunoglobulin class from the same B-cell 

many tandem repeats (identical or related) of a short basic repeating unit; many have a base composition 
or other property different from the genome average that allows them to be separated from the bulk 
(main band) genomic DNA 


small cytoplasmic RNA; any one of several small cytoplasmic RNA molecules present in the cytoplasm 
and (sometimes) nucleus of a eukaryote 


signal peptide coding sequence; coding sequence for an N-terminal domain of a secreted protein; this 
domain is involved in attaching nascent polypeptide to the membrane; leader sequence 
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Key 
snRNA 


source 


stem_loop 


STS 


TATA signal 


terminator 
transit_peptide 
tRNA 

unsure 
V_region 


V_segment 


variation 


3’clip 
3°UTR 
5’clip 
5’°UTR 


-10_signal 


-35_signal 
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Description 

small nuclear RNA; any one of many small RNA species confined to the nucleus; several of the snaRNAs 
are involved in splicing or other RNA processing reactions 

identifies the biological source of the specified span of the sequence. This key is mandatory. Every entry 
will have, as a minimum, a single source key spanning the entire sequence. More than one source key 
per sequence is permissible 

hairpin; a double-helical region formed by base-pairing between adjacent (inverted) complementary 
sequences in a single strand of RNA or DNA 

Sequence Tagged Site. Short, single-copy DNA sequence that characterizes a mapping landmark on the 
genome and can be detected by PCR. A region of the genome can be mapped by determining the order 
of a series of STSs 

TATA box; Goldberg-Hogness box; a conserved AT-rich septamer found about 25 bp before the start 
point of each eukaryotic RNA polymerase II transcript unit which may be involved in positioning the 
enzyme for correct initiation; consensus=TATA(A or T)A(A or T) 


sequence of DNA located either at the end of the transcript or adjacent to a promoter region that causes 
RNA polymerase to terminate transcription; may also be site of binding of repressor protein 

transit peptide coding sequence; coding sequence for an N-terminal domain of a nuclear-encoded orga- 
nellar protein; this domain is involved in post- translational import of the protein into the organelle 


mature transfer RNA, a small RNA molecule (75-85 bases long) that mediates the translation of a nucleic 
acid sequence into an amino acid sequence 
author is unsure of exact sequence in this region 


Variable region of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 
chains. Codes for the variable amino terminal portion.Can be made up from V_segments, D_segments, 
N_regions, and J_segments 

variable segment of immunoglobulin light and heavy chains, and T-cell receptor alpha, beta, and gamma 
chains. Codes for most of the variable region (V_region) and the last few amino acids of the leader 
peptide 

a related strain contains stable mutations from the same gene (e.g., RFLPs, polymorphisms, etc.) which 
differ from the presented sequence at this location (and possibly others) 


3’-most region of a precursor transcript that is clipped off during processing 


region at the 3’ end of a mature transcript (following the stop codon) that is not translated into a protein 


5’-most region of a precursor transcript that is clipped off during processing 
region at the 5’ end of a mature transcript (preceding the initiation codon) that is not translated into a 
protein 


pribnow box; a conserved region about 10 bp upstream of the start point of bacterial transcription units 
which may be involved in binding RNA polymerase; consensus=TATAAT 


a conserved hexamer about 35 bp upstream of the start point of bacterial transcription units; consensus= 
TTGACA [ ] or TGTTGACA [ ] 


WIPO Standard ST.25 (1998), Appendix 2, Table 6 provide for feature keys related to protein sequences. 


Table 6: Feature keys related to Protein sequences 


Key 
CONFLICT 
VARIANT 
VARSPLIC 
MUTAGEN 
MOD _RES 


Description 

Different papers report differing sequences 

Authors report that sequence variants exist 

Description of sequence variants producedby alternative splicing 
Site which has been experimentally altered 

Post-translational modification of a residue 


ACETYLATION 
AMIDATION 
BLOCKED 
FORMYLATION 


GAMMA-CARBOXYGLU- 
TAMIC ACID HYDROXY- 
LATION 


METHYLATION 
PHOSPHORYLATION 


PYRROLIDONE CARBOXYL- 
IC ACID 


SULFATATION 


N-terminal or other 

Generally at the C-terminal of a mature active peptide 
Undetermined N- or C-terminal blocking group 

Of the N-terminal methionine 

Of asparagine, aspartic acid, proline or lysine 


Generally of lysine or arginine 
Of serine, threonine, tyrosine, aspartic acidor histidine 
N-terminal glutamate which has formed an internal cyclic lactam 


Generally of tyrosine 
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Key 


LIPID 
MYRISTATE 


PALMITATE 


FARNESYL 
GERANYL-GERANYL 
GPI-ANCHOR 


N-ACYL DIGLYCERIDE 


DISULFID 


THIOLEST 
THIOETH 
CARBOHYD 


METAL 
BINDING 


SIGNAL 
TRANSIT 
PROPEP 
CHAIN 
PEPTIDE 
DOMAIN 


CA_BIND 
DNA_BIND 
NP_BIND 


TRANSMEM 
ZN_FING 
SIMILAR 


REPEAT 
HELIX 
STRAND 


TURN 
ACT_SITE 
SITE 
INIT_MET 
NON_TER 


NON_CONS 


UNSURE 
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Description 


Covalent binding of a lipidic moiety 


Myristate group attached through an amide bond to the N- terminal glycine residue 
of the mature form of a protein or to an internal lysine residue 


Palmitate group attached through a thioether bond to a cysteine residue or throughan 
ester bond to a serine or threonine residue 


Farnesy! group attached through a thioether bond to a cysteine residue 
Geranyl-gerany! group attached through a thioether bond to a cysteine residue 


Glycosyl-phosphatidylinositol (GPI) group linked to the alpha- carboxy! group of the 
C-terminal residue of the mature form of a protein 


N-terminal cysteine of the mature form of a prokaryotic lipoprotein with an amide- 
linked fatty acid and a glyceryl group to which two fatty acids are linked by ester 
linkages 


Disulfide bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by an intra-chain disulfide bond. If the “FROM” and ‘TO’ endpoints are 
identical, the disulfide bond is an interchain one and the description field indicates 
the nature of the cross-link 


Thiolester bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by the thiolester bond 


Thioether bond. The ‘FROM’ and ‘TO’ endpoints represent the two residues which 
are linked by the thioether bond 


Glycosylation site. The nature of the carbohydrate (if known) is given in the description 
field 
Binding site for a metal ion. The description field indicates the nature of the metal 


Binding site for any chemical group (co-enzyme, prosthetic group, etc.). The chemical 
nature of the group is given in the description field 


Extent of a signal sequence (prepeptide) 

Extent of a transit peptide (mitochondrial, chloroplastic, or for a microbody) 
Extent of a propeptide 

Extent of a polypeptide chain in the mature protein 

Extent of a released active peptide 


Extent of a domain of interest on the sequence. The nature of that domain is given 
in the description field 


Extent of a calcium-binding region 

Extent of a DNA-binding region 

Extent of a nucleotide phosphate binding region. The nature of the nucleotide phosphate 
is indicated in the description field 

Extent of a transmembrane region 

Extent of a zinc finger region 

Extent of a similarity with another protein sequence. Precise information, relative to 
that sequence is given in the description field 

Extent of an internal sequence repetition 

Secondary structure - Helices, e.g., Alpha-helix, 3(10) helix, or Pi-helix 


Secondary structure - Beta-strand, e.g., Hydrogen bonded beta- strand, or Residue in 
an isolated beta-bridge 


Secondary structure - Turns, e.g., H-bonded turn (3-turn, 4- turn, or 5-turn) 
Amino acid(s) involved in the activity of an enzyme 

Any other interesting site on the sequence 

The sequence is known to start with an initiator methionine 


The residue at an extremity of the sequence is not the terminal residue. If applied to 
position 1, this signifies that the first position is not the N-terminus of the complete 
molecule. If applied to the last position, it signifies that this position is not the C- 
terminus of the complete molecule. There is no description field for this key 


Non consecutive residues. Indicates that two residues in a sequence are not consecutive 
and that there are a number of unsequenced residues between them 


Uncertainties in the sequence. Used to describe region(s) of a sequence for which the 
authors are unsure about the sequence assignment 
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In paragraph (a) of § 1.821, the reference to “Standard ST.23: 
Recommendation for the presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications and in Published 
Patent Documents, paragraphs 8 through 12, April 1994” has 
been replaced by “Standard ST.25: Standard for the Presenta- 
tion of Nucleotide and Amino Acid Sequence Listings in Patent 
Applications (1998), including Tables | through 6 in Appendix 
2.” These changes reflect the correct information with regard 
to the incorporated WIPO standard and the lists of symbols 
for nucleotide and amino acid sequence characters. 


Further in paragraph (a) of § 1.821, “(Hereinafter “WIPO Stan- 
dard ST.23 (April, 1994)”)” has been changed to “(Hereinafter 
“WIPO Standard ST.25 (1998)).” This change is necessary to 
indicate the correct abbreviation for new standard ST.25. 


Further in paragraph (a) of § 1.821, both occurrences of “Copies 
of ST.23” have been changed to “Copies of WIPO Standard 
ST.25 (1998).” This change is necessary to reflect the new 
standard number. 


In paragraph (a)(1) of § 1.821, “ST.23 (April 1994), paragraph 
8” has been changed to “ST.25 (1998), Appendix 2, Table 1.” 
This change reflects the correct information with regard to the 
incorporated WIPO standard and the list of symbols to be used 
for nucleotide sequence characters. 


Further in paragraph (a)(1) of § 1.821, “ST.23 (April 1994), 
paragraph 9” has been changed to “ST.25 (1998), Appendix 
2, Table 2.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the list of modi- 
fied bases which can be presented as unmodified nucleotide 
sequence characters. 


In paragraph (a)(2) of § 1.821, all three occurrences of “ST.23 
(April 1994), paragraph 11” have been changed to “ST.25 
(1998), Appendix 2, Table 3.” This change reflects the correct 
information with regard to the incorporated WIPO standard 
and the list of symbols to be used for amino acid sequence 
characters. 


Further in paragraph (a)(2) of § 1.821, “ST.23 (April 1994), 
paragraph 12” has been changed to “ST.25 (1998), Appendix 
2, Table 4.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the list of modi- 
fied or unusual amino acids which can be presented as unmodi- 
fied amino acid sequence characters. 


In paragraph (c) of § 1.821, each of the three occurrences of 
the words “integer identifier” or “integer identifiers” has been 
changed to “sequence identifier” or “sequence identifiers” as 
appropriate. WIPO Standard ST.25 (1998), uses the term 
“sequence identifier” rather than “integer identifier.” Thus, this 
change is necessary to achieve harmonization with the interna- 
tional standard. 


In the last sentence of paragraph (c) of § 1.821, the phrase 
“The sequence omitted shall appear following the integer identi- 
fier” of the proposed rule has been replaced by the code ‘000’ 
shall be used in place of the sequence.” The response for the 
numeric identifier <160> shall include the total number of SEQ 
ID NOs, whether followed by a sequence or by the code “000”. 
The code <000> should be put into <400>. This change permits 
flexibility in the preparation and amendment of Sequence List- 
ings. It also makes the rule language-neutral and is consistent 
with WIPO Standard ST.25 (1998). 


In paragraph (d) of § 1.821, the words “integer identifier” have 
been changed to “sequence identifier.” WIPO Standard ST.25 
(1998) uses the term “sequence identifier” rather than “integer 
identifier.” Thus, this change is necessary to achieve harmoni- 
zation with the international standard. 


In paragraphs (f), (g) and (h) of § 1.821, the sentence “Such 
a statement must be a verified statement if made by a person 
not registered to practice before the Office” has been deleted. 
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The separate verification requirements in § 1.821 have been 
eliminated in view of the recent amendment to §§ 1.4(d) and 
10.18. See Changes to Patent Practice and Procedure; Final 
Rule, 62 FR. 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997). Paragraph (g) of § 1.821 has 
also been amended to provide that the Office will provide a 
“period of time” (rather than one month) within which the 
applicant must comply with the requirements of § 1.821(b) 
through (f) in order to avoid abandonment. 


Further in paragraph (f) of § 1.821, the following has been 
added at the end of the first sentence, “, e.g., the information 
recorded in computer readable form is identical to the written 
sequence listing.” WIPO Standard ST.25 (1998), paragraph 39, 
requires the language which has been added as an acceptable 
example for phrasing the required statement that the computer 
readable form and the written sequence listing are the same. 


Section 1.822 


In paragraph (b) of § 1.822, both references to WIPO Standard 
ST.23 (April 1994), paragraphs 8 and 11, as proposed have 
been changed to “WIPO Standard ST.25 (1998), Appendix 2, 
Tables 1 and 3.” These changes reflect the correct information 
with regard to the incorporated WIPO standard and the lists 
of symbols for nucleotide and amino acid sequence characters. 


Further in paragraph (b) of § 1.822, “WIPO Standard ST.23 
(April 1994), paragraphs 9 and 12” as proposed has been 
changed to “WIPO Standard ST.25 (1998), Appendix 2, Tables 
2 and 4.” This change reflects the correct information with 
regard to the incorporated WIPO standard and the lists of 
modified bases and modified or unusual amino acids which 
can be depicted in the Sequence Listing via the symbols for a 
corresponding unmodified base or amino acid. 


Further in paragraph (b) of § 1.822, the symbol designating an 
unknown nucleotide base or a nucleotide base other than those 
listed in the WIPO standard was proposed as an upper case 
letter “N.” This symbol has been changed to a lower case letter 
“n.” This change is consistent with the use of lower case letters 
for the symbols representing the nucleotide bases. Further in 
paragraph (b) of § 1.822, the language has been clarified to 
specifically state that each “n” or “Xaa” represents only a single 
residue. Thus, for example, a single “Xaa” may not be used 
to designate a string of four amino acids, each of which is 
unknown. This represents a codification of existing practice. 


Further in paragraph (b) of § 1.822, the information required 
in the Feature section to explain the use of “n” or “Xaa” in 
a given sequence is referred to “as appropriate.” Additional 
instruction is added at the end of paragraph (b) of § 1.822 
following “the Feature section” indicating “, preferably by 
including one or more feature keys listed in WIPO Standard 
ST.25 (1998), Appendix 2, Tables 5 and 6.” This change speci- 
fies the preference for using the feature keys listed in the WIPO 
standard in order to aid applicants in filing a CRF which will 
comply with WIPO Standard ST.25 (1998). These feature keys 
are controlled vocabulary and are considered language neutral. 
Their use is required in a PCT patent application or a patent 
application in a foreign country which has adopted WIPO Stan- 
dard ST.25 (1998). 


In paragraph (c)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 8” as proposed has been changed to WIPO 
Standard ST.25 (1998), Appendix 2, Table 1.” This change 
reflects the correct information with regard to the incorporated 
WIPO standard and the list of symbols to be used for nucleotide 
sequence characters. 


In paragraph (d)(1) of § 1.822, “WIPO Standard ST.23 (April 
1994), paragraph 11, as proposed has been changed to “WIPO 
Standard ST.25 (1998), Appendix 2, Table 3.” This change 
reflects the correct information with regard to the incorporated 
WIPO standard and the list of symbols to be used for amino 
acid sequence characters. 
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In paragraph (d)(4) of § 1.822, the section notes that enumera- 
tion requirements are applicable to amino acid sequences that 
are circular in configuration. The following language has been 
added to the end of the paragraph “, with the exception that 
the designation of the first amino acid of the sequence may be 
made at the option of the applicant.” This change is necessary 
to provide consistency with its counterpart of circular nucleotide 
sequences as provided in paragraph (c)(7) of § 1.822. This 
change is also consistent with WIPO Standard ST.25 (1998), 
paragraph 21. In paragraph (e) of § 1.822, the words “integer 
identifiers” have been changed to “sequence identifiers.” WIPO 
Standard ST.25 (1998) uses the term “sequence identifier” 
rather than “integer identifier.” Thus, this change is necessary 
to achieve harmonization with the international standard. 


Section 1.823 


In paragraph (a) of § 1.823, the entire second sentence which 
read “On a separate page of the application specification, imme- 
diately prior to the claims, there shall be a reference to the 
presence of the ‘Sequence Listing’ in a ‘Sequence Listing 
Annex.’” has been eliminated. The designation of the Sequence 
Listing as an annex to the specification was initially proposed 
in an early version of the international standard. This termi- 
nology is not used in WIPO Standard ST.25 (1998), however, 
and so it has also been eliminated from paragraph (a) of § 1.823, 
as proposed. Simplification results as well by the elimination of 
the requirement that the Sequence Listing must be designated 
as an annex to the specification. 


In paragraph (a) of § 1.823, the third sentence has been modified 
by deleting the words “shall appear in the “Sequence Listing 
Annex,’ which is.” As explained above, the current version 
of the international standard does not require designating the 
Sequence Listing as an annex to the specification. 


In paragraph (a) of § 1.823, the words “preferably should 
be” have been added to the third sentence, before “numbered 
independently of the numbering of the remainder of the applica- 
tion” to describe the independent page numbering of the 
Sequence Listing in paper copy form. The term “preferably” 
was added for purposes of harmonization with WIPO Standard 
ST.25 (1998). In paragraph (a) of § 1.823, the last clause of 
the third sentence “and shall be placed in the application file” 
has been deleted as unnecessary and potentially confusing now 
that the reference to a “Sequence Listing Annex” has been 
removed from this paragraph. In paragraph (a) of § 1.823, the 
fourth sentence has been eliminated in its entirety. As explained 
above, the current version of the international standard does 
not require designating the Sequence Listing as an annex to 
the specification. 


In paragraph (a) of § 1.823, in both occurrences in the fifth 
sentence and in the single occurrence in the sixth sentence, the 
word “shall” has been changed to “should.” These changes are 
necessary for purposes of achieving consistency with WIPO 
Standard ST.25 (1998). In paragraph (b) of § 1.823, the first 
sentence has been modified by the deletion of the words “in 
addition to and immediately preceding.” This change is consis- 
tent with WIPO Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the fifth sentence has been deleted, 
eliminating the prohibition of any item of information occu- 
pying more than one line. This change is consistent with WIPO 
Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the last sentence has been deleted 
to eliminate the “rep” designation for data elements of the 
“Sequence Listing.” Certain data elements may still be repeated 
within the listing but this change was made for harmonization 
of the table with WIPO Standard ST.25 (1998). 


In paragraph (b) of § 1.823, the eighth sentence has been 
modified to reflect the new numeric numbering scheme, for 
harmonization with WIPO Standard ST.25 (1998). Specifically, 
“<100> through <193>” of the proposed rule has been changed 
to “<110> through <170>.” The table in paragraph (b) of § 
1.823, has been changed to reflect the revised numbering 
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scheme and data elements used in WIPO Standard ST.25 
(1998). The specific changes are as follows: 


Numeric identifier “<100>, General Information,” has been 
deleted from the proposed rules, as it is not present in WIPO 
Standard ST.25 (1998). 


Numeric identifier “<110>, Applicant,” in the proposed rule, 
has been changed to indicate that“preferably ” a maximum of 
ten names may be indicated. This change allows for more than 
ten names in the Applicant field for those instances in which 
such would be appropriate. This change is consistent with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<120>, Title of Invention,” in the proposed 
rule, has been changed to eliminate the limitation that the title 
be a maximum of four lines. This change allows applicants more 
flexibility with respect to the title. This change is consistent with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<130>, Number of Sequences,” in the pro- 
posed rule, has been changed to reflect “<130>, File Reference,” 
as stated in WIPO Standard ST.25 (1998). This numeric identi- 
fier was indicated as “<183>, File Reference/Docket Number’, 
in the rule as proposed.As proposed this was an optional 
numeric identifier. The numeric identifier remains optional 
once the application has been assigned an application number, 
e.g., a serial number. This numeric identifier is now MANDA- 
TORY when an application number has not yet been assigned 
to the application, such as on the day the application is initially 
filed. This change will assist in the matching of sequence 
information submissions with an application in the event that 
either the paper copy or the computer readable form were to 
become separated from the remainder of the application. This 
change is consistent with WIPO Standard ST.25 (1998). 


The Number of Sequences field identified as “<130>” in the 
proposed rule is now numbered“<160>” in § 1.823 as adopted 
and redefined as “Number of SEQ ID NOs.” The information 
associated with numeric identifiers “<140>” through “<153> 
.”“Correspondence Address ” through “ Operating System ” 
of the proposed rule, has been eliminated to reduce the burden 
on the applicant and to harmonize with WIPO Standard ST.25 
(1998). Some of these numeric identifiers have been used in 
the new numbering scheme and have been associated with 
different information as indicated herein and in the Table of 
§1.823.One remaining numeric identifier within the Computer 
Readable Form section, “<154>, Software,” of the proposed 
rule, will remain, with the exception that it has been reassigned 
the numeric identifier of “<170>” to reflect the numbering 
scheme presented in WIPO Standard ST.25 (1998). 


The main headings “<160>, Current Application Data ” and 


. “<170>, Prior Application Data,” of the proposed rules, have 


been eliminated to harmonize with WIPO Standard ST.25 
(1998) and reduce the number of fields in the Sequence Listing. 
The information that was to appear under these main headings 
remains in the rules but has been reassigned numeric identi- 
fiers<140> through<151>. The specific changes are as follows: 
“<160>” has been redefined as “Number of SEQ ID NOs ”; 
“<161>, Application Number,” of the proposed rule is now 
numbered as“<140>,” and is defined as “Current Application 
Number”; “<162>, Filing Date,” of the proposed rule is now 
numbered “<141>,” and is defined as “Current Filing Date”; 
“<170>” has been redefined as “Software ”; “<171>, Applica- 
tion Number,” of the proposed rule is now numbered as “<150> 
,” and is defined as “Prior Application Number”; “<172>, Filing 
Date,” of the proposed rule is now numbered as “<151>,” and 
is defined as “Prior Application Filing Date.” 


The numeric identifiers now numbered “<150>, Prior Applica- 
tion Number,”, and “<151>, Prior Application Filing Date,” 
are now mandatory only in those instances in which a claim 
for priority with respect to those prior applications is being 
made under either 35 U.S.C. 119 or 120.This change will 
provide information in this regard when it is most useful and 
was necessary to harmonize these rules with WIPO Standard 
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ST.25 (1998). Throughout the Sequence Listing, application 
numbers must be set forth as a combination of the two digit 
country code, as set forth in WIPO Standard ST.3, as well as 
an application number in accordance with WIPO Standard 
ST.13 or for an international application, the numbering system 
as set out in Section 307(a) of the Administrative Instructions 
under the PCT. 


Numeric identifiers “<180>, Attorney/Agent Information,” 
through “<182>, Registration Number,” of the proposed rule, 
have been eliminated to harmonize with WIPO Standard ST.25 
(1998) and reduce the number of fields in the Sequence Listing. 


Numeric identifier “<183>, File Reference/Docket Number ” 
of the proposed rule has been reassigned as numeric identifier 
“<130>,” and redefined as “File Reference” in an effort to 
harmonize with WIPO Standard ST.25 (1998). 


The Telecommunication Information section, “<190>” through 
“<193>” of the proposed rules, has been eliminated in order 
to reduce the number of fields in the Sequence Listing and 
harmonize with WIPO Standard ST.25 (1998). 


Numeric identifier “<200>, Information for SEQ ID NO:#”, 
has been reassigned the numeric identifier “<210>, SEQ ID 
NO: #.” This numeric identifier indicates the integer, referred 
to in these final rules as the sequence identifier for both the 
sequence information and the actual sequence which follows 
the information. 


Numeric identifier “<210>, Sequence Characteristics,” of the 
proposed rule has been eliminated in order to reduce the number 
of required elements in the Sequence Listing and harmonize 
with WIPO Standard ST.25 (1998). 


The valid responses for the mandatory numeric identifier 


“<212>, Type,” have been changed from “N” and “A”, as stated 
in the proposed rule, to “DNA,” “RNA,” and “PRT” (protein) 
in order to harmonize with WIPO Standard ST.25 (1998). A 
compound that is a mixture of DNA and RNA should be repre- 
sented by “DNA.” This change is consistent with WIPO Stan- 
dard ST.25 (1998). 


Numeric identifier “<213>, Organism,” has been added to the 
Sequence Listing of these final rules in an effort to harmonize 
with WIPO Standard ST.25 (1998). A response for the 
Organism identifier is MANDATORY. The valid responses 
are the scientific name, i.e. “Genus species”, “Artificial 
Sequence”, or “Unknown.” 


Numeric identifier “<214>, Topology,” of the proposed rule, 
has been eliminated to harmonize with WIPO Standard ST.25 
(1998), and to reduce the burden on the applicant. 


Numeric identifier “<290>, Feature,” has become numeric iden- 
tifier “<220>, Feature.” This numeric identifier has become 
MANDATORY for those sequences in which numeric identifier 
“<213>, Organism,” is completed with either “Artificial 
Sequence” or “Unknown.” This numeric identifier is also 
required if the compound sequence is a mixture of DNA and 
RNA. Numeric identifier “<220>, Feature” is a header only. No 
data are added immediately following this numeric identifier. 
These changes are required to achieve harmonization with 
WIPO Standard ST.25 (1998). 


Numeric identifier “<291>, Name/Key,” has become numeric 
identifier “<221>, Name/Key.”As proposed, the information 
provided was restricted to a maximum of four lines. The four 
line restriction has been removed to reduce the limitations on 
this field. The comment section of this numeric identifier has 
been changed in that it now indicates that the selection of a 
feature name or feature key is preferably made from those 
listed in Tables 5 and 6 of WIPO Standard ST.25 (1998). These 
tables are reproduced above and this preference for the listed 
feature names and keys is consistent with the requirement of 
WIPO Standard ST.25 (1998). Numeric identifier ”<292>, 
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Location,” has become “<222>, Location,” so as to be consis- 
tent with the numeric identifiers contained in WIPO Standard 
ST.25 (1998). 


Numeric identifier “<294>, Other Information,” has become 
numeric identifier “<223>, Other Information,” so as to be 
consistent with the numeric identifiers contained in WIPO Stan- 
dard ST.25 (1998). This numeric identifier has become MAN- 
DATORY for those sequences in which numeric identifier 
“<213>, Organism,” is completed with either “Artificial 
Sequence” or “Unknown”. Numeric identifier “<223>, Other 
Information,” should contain source information in those 
instances when the organism is unknown or is an artificial 
sequence. For example, the source may be unknown because 
the material was isolated from a mixed bacterial culture rather 
than a pure culture. In such acase, numeric identifier “<223> 
, Other Information,” should be completed by explaining the 
mixed culture source of the sequenced material. If a sequence 
is completely synthesized this should be indicated in numeric 
identifier “<223>, Other Information,” while numeric identifier 
“<213>, Organism,” would indicate “Artificial Sequence.” This 
change has been made to accomplish harmonization between 
these rules and WIPO Standard ST.25 (1998) which contains the 
same mandatory requirement in this regard. Numeric identifiers 
“<308>” through “<310>,” referring to the “ Patent Document 
Number,” “Filing Date ” and “ Publication Date,” of the pro- 
posed rule, have been moved to numeric identifiers “<310>” 
to “<312>,” respectively, of this Final Rule in order to harmo- 
nize with the numeric numbering scheme of WIPO Standard 
ST.25 (1998). Citations in the Sequence Listing must comply 
with WIPO Standard ST.6 for publication numbers and WIPO 
Standard ST.16 for document codes. 


New numeric identifiers “<308>, Database Accession 
Number,” and “<309>Database Entry Date,” have been added 
to the final rules to harmonize with WIPO Standard ST.25 
(1998).These fields were added to the publication information 
section of WIPO Standard ST.25 (1998) to give an applicant 
more opportunity to further identify a published citation. 


Numeric identifier<400> “ Sequence Description: SEQ ID NO: 
#:” has been changed to “Sequence ” for clarity. Also for clarity, 
the explanation in the table has been changed to "SEQ ID NO 
shall follow the numeric identifier and should appear on the 
line preceding the sequence.” The format of the date fields has 
been changed throughout the Sequence Listing to accommodate 
for international conventions. All date fields referenced in the 
Sequence Listing shall conform to WIPO Standard ST.2. 
Because compliance with §§ 1.821 through 1.825 as amended 
should produce Sequence Listings that are acceptable to all 
receiving offices, a standardized date field convention was 
required. 


Section 1.824 


In paragraph (a)(6) of § 1.824, “, the date on which the data 
were recorded on the computer readable form” was added after 
“title of the invention” to harmonize with WIPO Standard ST.25 
(1998) requirements. While this requirement of § 1.824 was 
proposed to be eliminated, that proposal is not adopted for 
purposes of harmonization with WIPO Standard ST.25 (1998). 
Also in paragraph (a)(6) of § 1.824, “ name and type of computer 
and” was deleted to reduce the requirements. 


Section 1.825 


In paragraphs (a), (b), and (d) of § 1.825, the sentence “Such 
a statement must be a verified statement if made by a person 
not registered to practice before the Office” has been deleted. 
The separate verification requirements in § 1.825 have been 
eliminated in view of the recent amendment to §§ 1.4(d) and 
10.18. See Changes to Patent Practice and Procedure; Final 
Rule, 62 FR. 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997). 





Marcu 21, 2000 
Response to and Analysis of Comments 


Six written comments were received in response to the Notice 
of Proposed Rulemaking. Several of these comments address 
the three specific queries set forth in the Notice of Proposed 
Rulemaking. 


The first query posed in the Notice of Proposed Rulemaking 
was: (1) Should the PTO accept voluntary submissions of com- 
puter readable forms and Sequence Listings where a D-amino 
acid is contained in the sequence? If such voluntary submissions 
are accepted, should there be a restriction on the choice of 
identifying a D-amino acid by an Xaa or by its L-amino acid 
counterpart abbreviation? 


Comment: One comment indicated that not only should the 
PTO accept voluntary submissions under these rules where a 
D-amino acid is contained in the sequence, the Office should 
make such submissions mandatory and designated by an Xaa. 
One comment indicated that sequences containing D-amino 
acids should not be in the PTO databases. 


Response: Upon careful consideration, the PTO has decided 
to accept voluntary submissions of protein sequences containing 
D-amino acids. The PTO strongly encourages anyone making 
such voluntary submissions to identify a D-amino acid with 
an Xaa, describing the D-amino acid in the Features section 
of the Sequence Listing. This section is indicated by numeric 
identifiers<220>through<223> in 37 CFR 1.823. Procedural 
concerns compel this acceptance of voluntary submissions. 
Computer readable forms are processed prior to examination. 
It is cumbersome to establish a viable procedure to redact any 
voluntary submissions out of the PTO database. The use of 
Xaa to indicate a D-amino acid, should such sequence informa- 
tion be submitted in accordance with these rules, is encouraged 
so as to alert anyone reviewing the sequence that a particular 
amino acid is other than a naturally occurring L-amino acid 
and to more accurately depict the extent of similarities between 
such a sequence and the L-amino acid containing sequences 
present in a database being searched for examination or other 


purposes. 


Because the sequence databases do not currently include D- 
amino acids in sequences and thus are not searchable for such 
sequences, the submission of those sequences containing D- 
amino acids will not be made mandatory. 


The second query posed in the proposed rules was: (2) Should 
the provisions of 37 CFR 1.821(c) be altered to exclude some 
prior art sequences from inclusion in the Sequence Listing even 
though they are presented in a patent application disclosure as 
sequences? Should the reference to an accession number of an 
admitted prior art sequence in a publicly available, electronic, 
sequence database suffice and exclude that sequence from the 
requirements of the sequence rules? 


Comment: Four comments indicated that known “prior art” 
sequences should not be required in the Sequence Listing. A 
referral to a publicly available, electronic, sequence database 
for access to such “prior art” sequences would be an acceptable 
alternative to two of those commenting on this aspect; the other 
two did not address this point. The reasons given for excluding 
such sequences are the expense and time required by applicants 
and their representatives in the inclusion of “prior art” 
sequences that are considered to be “non-inventive”. Reducing 
the bulk of the paper copy of the Sequence Listing was also 
mentioned. 


Response: The requirement to submit all disclosed sequences 
in the format required by §§ 1.821 through 1.825 is maintained. 
This point was discussed with officials from the JPO and 
EPO.The offices have considered the stated concerns with 
regard to costs to applicants. Sections 1.821 through 1.825 do 
not require any information to be disclosed in the form of 
a sequence, but rather require a particular format whenever 
information is presented in the form of a sequence.Those appli- 
cants for whom compliance with the rules remains a significant 
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hardship may petition under § 1.183 for a waiver of the appli- 
cable requirement of §§ 1.821 through 1.825. 


The technical and legal concerns mentioned in the Notice of 
Proposed Rulemaking still exist concerning the use of an alter- 
native reference to a publicly available, electronic, sequence 
database. These concerns are: (1) What constitutes a publicly 
available, electronic, sequence database? (2) Would the USPTO 
and the other patent offices which have similar rules be required 
to produce a list of internationally accepted databases? (3) What 
would be the criteria for such acceptance? (4) An additional 
issue would exist involving electronic records maintenance: is 
there any assurance that once information is contained in a 
database that it will be retained and available indefinitely 
without alteration? Changes to the information in nucleic acid 
sequence databases resulting from the discovery of sequencing 
errors are well-known. (5) Does the mere existence of the 
sequence information in such a record constitute reasonable 
means of retrieval? In other words, would one need some text 
basis or other identifier to retrieve the information? 


Additional reasons for the inclusion of these prior art sequences 
remain relevant. These reasons are: (1) the assessment of 
whether a particular sequence falls within the requirements of 
the current rules is simple; (2) the general public is assured 
that all patents which contain any sequence information contain 
all of the sequence information in the Sequence Listing and 
all sequences are available in a computer accessible form; and 
(3) as a publication, the contextual association of new and old 
information is potentially unique to the patent and very valuable 
to anyone assessing the state of the art at the time of a patented 
invention, and thus are desirable to be present in electronic 
form in association with that patent. 


The third query posed in the proposed rules was: (3) Should 
Sequence Listings filed in an international application filed 
under the PCT be published only electronically and made avail- 
able for retrieval electronically by an accession number from 
several sequence repositories? 


Comment: Two comments were received in response to this 
query, one in favor and one opposed to limiting the publication 
of the Sequence Listing to an electronic form for published 
PCT applications in the international phase. 


Response: At this time paper copies of the Sequence Listings 
filed as part of the description will continue to be published 
in applications filed under PCT. The PTO together with the 
EPO, JPO and WIPO will continue to discuss the possibility 
of electronic publication. However, any implementation of such 
electronic publication in lieu of publication in paper form will 
not be undertaken until further study has been completed. 


Comment: One comment suggested that informative English 
words be placed next to the numerical headings in the Sequence 
Listing as printed in a U.S. patent. 


Response: The PTO will provide English words corresponding 
to the numeric identifiers in the printed U.S. patents. 


Comment: One comment suggested addition of a descriptive 
comment line to the Sequence Listing. 


Response: The “Other Information” line in the Features section, 
which is numeric identifier <223> in § 1.823, provides for a 
description of a sequence. While completion of this section is 
only mandatory when the sequence contains “n”, “Xaa”, a 
modified or unusual L-amino acid or a modified base, it is 
frequently completed in other circumstances. 


Comment: One comment requested we harmonize §§ 1.821 
through 1.825 with PCT, EPO and other authorities such that 
the differences in the requirements for Sequence Listing sub- 
missions are minimal. 
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Response: This change to §§ 1.821 through 1.825 is the result 
of such an effort to harmonize the PTO, PCT, EPO and JPO 
Sequence Listing requirements to the extent possible. The 
requirements of newly developed WIPO ST.25 are substantially 
identical to the requirements of amended §§ 1.821 through 
1.825. PatentIn Version 2.0 software, now available, is drafted 
to meet all of the requirements of WIPO Standard ST.25 (1998). 
The requirements of §§ 1.821 through 1.825, however, are 
less stringent than the requirements of WIPO Standard ST.25 
(1998). Thus, applicants who wish to file in countries which 
adhere to WIPO Standard ST.25 (1998) should consider the 
following when not using PatentIn Version 2.0: 


1. The WIPO Standard ST.25 (1998) does not permit submis- 
sions using a Macintosh computer. 


2. The WIPO Standard ST.25 (1998) does not accept the range 
of media permitted by amended §§ 1.821 through 1.825. 


3. The answers in field <221> and <222> must use selections 
from Tables 5 and 6 of WIPO Standard ST.25 (1998) to comply 
with that standard. The terms from these Tables are considered 
language neutral vocabulary. 


4. Any free text in numeric identifier <223> of a Sequence 
Listing will not be translated and thus must also appear in the 
specification of applications filed under WIPO Standard ST.25 
(1998) for compliance. 


5. A CRF filed after the filing of an application under the PCT 
does not form part of the disclosure and will not be published 
in the pamphlet. 


6. Paragraph 39 of WIPO Standard ST.25 (1998) requires the 
specific wording “the information recorded on the form is 
identical to the written sequence listing.” 


7. WIPO Standard ST.25 (1998), paragraph 24, requires spaces 
between specified numeric identifiers in the Sequence Listing. 


Comment: One comment requested a WINDOWS® based ver- 
sion of PatentIn. 


Response: AWINDOWS® based version of PatentIn, PatentIn 
2.0, has been developed through a Trilaterally-sponsored joint 
initiative and is being made available. 


Comment: One comment expressed concern over application 
of the doctrine of equivalents by the courts to sequence-based 
claim language. 


Response: Sections 1.821 through 1.825 do not establish a 
disclosure requirement, nor do they alter the requirements of 35 
U.S.C. § 112. They merely require a particular format whenever 
information is presented in the form of a sequence. The use 
of sequence identification numbers (SEQ ID NO: #) only pro- 
vides a shorthand way for applicants to refer to sequence infor- 
mation.These identification numbers do not in any way restrict 
the manner in which an invention can be claimed. Similarly, 
the use of this format does not impact the potential interpreta- 
tions and legal determinations that could be made with respect 
to claims containing information in the form of a nucleotide 
or amino acid sequence. 


Comment: One comment requested the flexibility to use single- 
letter amino acid codes. 


Response: Sections 1.821 through 1.825 as amended do not 
constrain an applicant from using single letter codes in the 
disclosure. The requirements of the sequence searching and 
the sequence storage mechanisms include only the three-letter 
codes, thus the need for the constraint on the Sequence Listing 
information. There is no such restriction on the sequence format 
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in the body of the disclosure or in the figures imposed by §§ 
1.821 through 1.825, or any of the rules of practice; only the 
format for the Sequence Listing is specified by §§ 1.821 through 
1.825. 


Review Under the Paperwork Reduction Act of 1995. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act (PRA) 
unless that collection of information displays a currently valid 
OMB control number. 


This rule contains collections of information requirements sub- 
ject to the PRA. The principal impact of this Final Rule is: (1) 
elimination of certain requirements of §§ 1.821 through 1.825; 
and (2) revision of §§ 1.821 through 1.825 for consistency with 
WIPO Standard ST.25 (1998), which will permit Sequence 
Listings to be presented in an international, language neutral 
format. The public reporting burden for these collections of 
information have been approved by the Office of Management 
and Budget (OMB) under OMB control number 0651-0024. 
The public reporting burden for this collection of information 
is estimated to average 80 minutes per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the information. Send comments 
regarding this burden estimate or any other aspect of the data 
requirements, including suggestions for reducing this burden, 
to Esther M. Kepplinger at the address specified above or to 
the Office of Information and Regulatory Affairs of OMB, 
New Executive Office Bldg., 725 17th St. NW, rm. 10235, 
Washington, DC 20230, Attn: Desk Officer for the Patent and 
Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of certain requirements of §§ 1.821 through 1.825; and 
(2) revision of §§ 1.821 through 1.825 for consistency with 
WIPO Standard ST.25 (1998), which will permit Sequence 
Listings to be presented in an international, language neutral 
format. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 


37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Incorporation by refer- 
ence, Reporting and record-keeping requirements, Small busi- 
nesses. 
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For the reasons set forth in the preamble and under the authority 
granted to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6, Title 37 of the Code of Federal Regulations, part 1, 
is amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part | continues to read 
as follows: Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.821 is revised to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures 
in patent applications. 


(a) Nucleotide and/or amino acid sequences as used in §§ 
1.821 through 1.825 are interpreted to mean an unbranched 
sequence of four or more amino acids or an unbranched 
sequence of ten or more nucleotides. Branched sequences are 
specifically excluded from this definition. Sequences with 
fewer than four specifically defined nucleotides or amino acids 
are specifically excluded from this section. “Specifically 
defined” means those amino acids other than “Xaa” and those 
nucleotide bases other than “n” defined in accordance with the 
World Intellectual Property Organization (WIPO) Handbook on 
Industrial Property Information and Documentation, Standard 
ST.25: Standard for the Presentation of Nucleotide and Amino 
Acid Sequence Listings in Patent Applications (1998), 
including Tables | through 6 in Appendix 2, herein incorporated 
by reference. (Hereinafter “WIPO Standard ST.25 (1998)”). 
This incorporation by reference was approved by the Director 
of the Federal Register in accordance with 5 U.S.C. 552(a) and 
1 CFR part 51. Copies of WIPO Standard ST.25 (1998) may 
be obtained from the World Intellectual Property Organization; 
34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.25 may be inspected at the Patent Search Room; 
Crystal Plaza 3, Lobby Level; 2021 South Clark Place; 


Office of the Federal Register, 800 North Capitol Street, NW, 
Suite 700, Washington, DC. Nucleotides and amino acids are 
further defined as follows: 


(1) Nucleotides: Nucleotides are intended to embrace only 
those nucleotides that can be represented using the symbols 
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table 
1.Modifications, e.g., methylated bases, may be described as 
set forth in WIPO Standard ST.25 (1998), Appendix 2, Table 
2, but shall not be shown explicitly in the nucleotide sequence. 


(2) Amino acids: Amino acids are those L-amino acids com- 
monly found in naturally occurring proteins and are listed in 
WIPO Standard ST.25 (1998), Appendix 2, Table 3. Those 
amino acid sequences containing D-amino acids are not 
intended to be embraced by this definition. Any amino acid 
sequence that contains post-translationally modified amino 
acids may be described as the amino acid sequence that is 
initially translated using the symbols shown in WIPO Standard 
ST.25 (1998), Appendix 2, Table 3 with the modified positions; 
e.g., hydroxylations or glycosylations, being described as set 
forth in WIPO Standard ST.25 (1998), Appendix 2, Table 4, 
but these modifications shall not be shown explicitly in the 
amino acid sequence. Any peptide or protein that can be 
expressed as a sequence using the symbols in WIPO Standard 
ST.25 (1998), Appendix 2, Table 3 in conjunction with a 
description in the Feature section to describe, for example, 
modified linkages, cross links and end caps, non- peptidyl 
bonds, etc., is embraced by this definition. 


(b) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences, in accordance with the defini- 
tion in paragraph (a) of this section, shall, with regard to the 
manner in which the nucleotide and/or amino acid sequences 
are presented and described, conform exclusively to the require- 
ments of §§ 1.821 through 1.825. 


(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain, as a separate 
part of the disclosure, a paper copy disclosing the nucleotide 
and/or amino acid sequences and associated information using 
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the symbols and format in accordance with the requirements 
of §§ 1.822 and 1.823. This paper copy is hereinafter referred 
to as the “Sequence Listing.” Each sequence disclosed must 
appear separately in the “Sequence Listing.” Each sequence 
set forth in the “Sequence Listing” shall be assigned a separate 
sequence identifier. The sequence identifiers shall begin with 
| and increase sequentially by integers. If no sequence is present 
for a sequence identifier, the code “000” shall be used in place 
of the sequence. The response for the numeric identifier <60> 
shall include the total number of SEQ ID NOs, whether fol- 
lowed by a sequence or by the code “000.” 


(d) Where the description or claims of a patent application 
discuss a sequence that is set forth in the “Sequence Listing” 
in accordance with paragraph (c) of this section, reference must 
be made to the sequence by use of the sequence identifier, 
preceded by “SEQ ID NO:” in the text of the description or 
claims, even if the sequence is also embedded in the text of 
the description or claims of the patent application. 


(e) A copy of the “Sequence Listing” referred to in paragraph 
(c) of this section must also be submitted in computer readable 
form in accordance with the requirements of § 1.824.The com- 
puter readable form is a copy of the “Sequence Listing” and 
will not necessarily be retained as a part of the patent application 
file. If the computer readable form of a new application is 
to be identical with the computer readable form of another 
application of the applicant on file in the Patent and Trademark 
Office, reference may be made to the other application and 
computer readable form in lieu of filing a duplicate computer 
readable form in the new application if the computer readable 
form in the other application was compliant with all of the 
requirements of these rules. The new application shall be 
accompanied by a letter making such reference to the other 
application and computer readable form, both of which shall 
be completely identified. In the new application, applicant must 
also request the use of the compliant computer readable 
“Sequence Listing” that is already on file for the other applica- 
tion and must state that the paper copy of the “Sequence Listing” 
in the new application is identical to the computer readable 
copy filed for the other application. 


(f) In addition to the paper copy required by paragraph (c) 
of this section and the computer readable form required by 
paragraph (e) of this section, a statement that the content of 
the paper and computer readable copies are the same must be 
submitted with the computer readable form, e.g., a statement 
that “the information recorded in computer readable form is 
identical to the written sequence listing.” 


(g) If any of the requirements of paragraphs (b) through (f) 
of this section are not satisfied at the time of filing under 35 
U.S.C. 111(a) or at the time of entering the national stage under 
35 U.S.C. 371, applicant will be notified and given a period 
of time within which to comply with such requirements in order 
to prevent abandonment of the application. Any submission in 
reply to a requirement under this paragraph must be accompa- 
nied by a statement that the submission includes no new matter. 


(h) If any of the requirements of paragraphs (b) through (f) of 
this section are not satisfied at the time of filing an international 
application under the Patent Cooperation Treaty (PCT), which 
application is to be searched by the United States International 
Searching Authority or examined by the United States Interna- 
tional Preliminary Examining Authority, applicant will be sent 
a notice necessitating compliance with the requirements within 
a prescribed time period. Any submission in reply to a require- 
ment under this paragraph must be accompanied by a statement 
that the submission does not include matter which goes beyond 
the disclosure in the international application as filed. If appli- 
cant fails to timely provide the required computer readable 
form, the United States International Searching Authority shall 
search only to the extent that a meaningful search can be 
performed without the computer readable form and the United 
States International Preliminary Examining Authority shall 
examine only to the extent that a meaningful examination can 
be performed without the computer readable form. 
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3. Section 1.822 is revised to read as follows: 


§ 1.822 Symbols and format to be used for nucleotide and/ 
or amino acid sequence data. 


(a) The symbols and format to be used for nucleotide and/ 
or amino acid sequence data shall conform to the requirements 
of paragraphs (b) through (e) of this section. 


(b) The code for representing the nucleotide and/or amino 
acid sequence characters shall conform to the code set forth 
in the tables in WIPO Standard ST.25 (1998), Appendix 2, 
Tables | and 3. This incorporation by reference was approved 
by the Director of the Federal Register in accordance with 5 
U.S.C. 552(a) and 1 CFR part 51. Copies of ST.25 may be 
obtained from the World Intellectual Property Organization; 
34 chemin des Colombettes; 1211 Geneva 20 Switzerland. 
Copies of ST.25 may be inspected at the Patent Search Room; 
Crystal Plaza 3, Lobby Level; 2021 South Clark Place; 
Arlington, VA 22202. Copies may also be inspected at the 
Office of the Federal Register, 800 North Capitol Street, NW, 
Suite 700, Washington, DC.No code other than that specified 
in these sections shall be used in nucleotide and amino acid 
sequences. A modified base or modified or unusual amino acid 
may be presented in a given sequence as the corresponding 
unmodified base or amino acid if the modified base or modified 
or unusual amino acid is one of those listed in WIPO Standard 
ST.25 (1998), Appendix 2, Tables 2 and 4, and the modification 
is also set forth in the Feature section. Otherwise, each occur- 
rence of a base or amino acid not appearing in WIPO Standard 
ST.25 (1998), Appendix 2, Tables | and 3, shall be listed in 
a given sequence as “n” or “Xaa,” respectively, with further 
information, as appropriate, given in the Feature section, prefer- 
ably by including one or more feature keys listed in WIPO 
Standard ST.25 (1998), Appendix 2, Tables 5 and 6. 


(c) Format representation of nucleotides: 


(1) A nucleotide sequence shall be listed using the lower- 
case letter for representing the one-letter code for the nucleotide 
bases set forth in WIPO Standard ST.25 (1998), Appendix 2, 
Table 1. 


(2) The bases in a nucleotide sequence (including introns) 
shall be listed in groups of 10 bases except in the coding parts 
of the sequence. Leftover bases, fewer than 10 in number, at 
the end of noncoding parts of a sequence shall be grouped 
together and separated from adjacent groups of 10 or 3 bases 
by a space. 


(3) The bases in the coding parts of a nucleotide sequence 
shall be listed as triplets (codons). The amino acids corres- 
ponding to the codons in the coding parts of a nucleotide 
sequence shall be typed immediately below the corresponding 
codons. Where a codon spans an intron, the amino acid symbol 
shall be typed below the portion of the codon containing two 
nucleotides. 


(4) A nucleotide sequence shall be listed with a maximum 
of 16 codons or 60 bases per line, with a space provided between 
each codon or group of 10 bases. 


(5) A nucleotide sequence shall be presented, only by a 
single strand, in the 5 to 3 direction, from left to right. 


(6) The enumeration of nucleotide bases shall start at the 
first base of the sequence with number 1. The enumeration 
shall be continuous through the whole sequence in the direction 
5 to 3. The enumeration shall be marked in the right margin, 
next to the line containing the one-letter codes for the bases, 
and giving the number of the last base of that line. 


(7) For those nucleotide sequences that are circular in config- 
uration, the enumeration method set forth in paragraph (c)(6) 
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of this section remains applicable with the exception that the 
designation of the first base of the nucleotide sequence may 
be made at the option of the applicant. 


(d) Representation of amino acids: 


(1) The amino acids in a protein or peptide sequence shall 
be listed using the three-letter abbreviation with the first letter 
as an upper case character, as in WIPO Standard ST.25 (1998), 
Appendix 2, Table 3. 


(2) A protein or peptide sequence shall be listed with a 
maximum of 16 amino acids per line, with a space provided 
between each amino acid. 


(3) An amino acid sequence shall be presented in the amino 
to carboxy direction, from left to right, and the amino and 
carboxy groups shall not be presented in the sequence. 


(4) The enumeration of amino acids may start at the first 
amino acid of the first mature protein, with the number 1. When 
presented, the amino acids preceding the mature protein, e.g., 
pre-sequences, pro-sequences, pre-pro-sequences and signal 
sequences, shall have negative numbers, counting backwards 
starting with the amino acid next to number 1. Otherwise, the 
enumeration of amino acids shall start at the first amino acid 
at the amino terminal as number 1. It shall be marked below 
the sequence every 5 amino acids. The enumeration method 
for amino acid sequences that is set forth in this section remains 
applicable for amino acid sequences that are circular in configu- 
ration, with the exception that the designation of the first amino 
acid of the sequence may be made at the option of the applicant. 


(5) An amino acid sequence that contains internal terminator 
symbols (e.g., “Ter”, “*”, or “.”, etc.) may not be represented 
as a single amino acid sequence, but shall be presented as 
separate amino acid sequences. 


(e) A sequence with a gap or gaps shall be presented as a 
plurality of separate sequences, with separate sequence identi- 
fiers, with the number of separate sequences being equal in 
number to the number of continuous strings of sequence data. 
A sequence that is made up of one or more noncontiguous 
segments of a larger sequence or segments from different 
sequences shall be presented as a separate sequence. 


4. Section 1.823 is revised to read as follows: 


§ 1.823 Requirements for nucleotide and/or amino acid 
sequences as part of the application papers. 


(a) The “Sequence Listing” required by § 1.821(c), setting 
forth the nucleotide and/or amino acid sequences and associated 
information in accordance with paragraph (b) of this section, 
must begin on a new page and must be titled “Sequence 
Listing”. The “Sequence Listing” preferably should be num- 
bered independently of the numbering of the remainder of the 
application. Each page of the “Sequence Listing” should contain 
no more than 66 lines and each line should contain no more than 
72 characters. A fixed-width font should be used exclusively 
throughout the “Sequence Listing.” 


(b) The “Sequence Listing” shall, except as otherwise indi- 
cated, include the actual nucleotide and/or amino acid sequence, 
the numeric identifiers and their accompanying information as 
shown in the following table. The numeric identifier shall be 
used only in the “Sequence Listing.” The order and presentation 
of the items of information in the “Sequence Listing” shall 
conform to the arrangement given below. Each item of informa- 
tion shall begin on a new line and shall begin with the numeric 
identifier enclosed in angle brackets as shown. The submission 
of those items of information designated with an “M” is manda- 
tory. The submission of those items of information designated 
with an “O” is optional. Numeric identifiers <110> through 
<170> shall only be set forth at the beginning of the “Sequence 
Listing.” The following table illustrates the numeric identifiers. 
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Numeric Identifier 


<110> 


i 120> 


Definition 


Applicant 


= 


Comments and Format 


|Mandatory (M) or ] 
Optional (O) 








Preferably max. of 10 names; 
one name per line; preferable 
ormat: Surname, Other Names 


j}and/or Initials 
M 


Title of Invention 


M 


| 


4 








<130> 


<15I> 


<160> 


<170> 


I aeatnsihactesicictatsi 


File Reference 


Current Application 
Number 


Current Filing Date 


Prior Application 
Number 


Prior Application 
Filing Date 


Number of SEQ ID 
NOs 


Software 


Personal file reference 


Specify as: US 07/999,999 or 
PCT/US96/99999 


Specify as: yyyy-mm-dd 


Specify as: US 07/999,999 or 
| PCT/US96/99999 


| 


|Specify as: yyyy-mm-dd 





Count includes total number of 
SEQ ID NOs 


|M when filed prior to 
assignment of appl. 
|number 


M, if available 


|M, if available 


|M, if applicable 
|include priority 
\documents under 35} 
|USC 119 and 120 


|M, if applicable 
| 











T , - _ 
Name of software used to 
create the Sequence Listing 





<210> 


| 
| 


1 


TSEQ ID NO:# 
Length 


Type 


Organism 


Feature 


Response shall be an integer 
|representing the SEQ ID NO 


shown 








T : 

|Respond with an integer 
|expressing the number of bases 
or amino acid residues 





| Whether presented sequence 
molecule is DNA, RNA, or PRT 
(protein). If a nucleotide 
|sequence contains both DNA and 
RNA fragments, the type shall 
|be “DNA.” In addition, the 
combined DNA/RNA molecule 
|shall be further described in 

the <220> to <223> feature 
section. 





Scientific name, i.e. Genus/ 
|species, Unknown or Artificial 
|Sequence. In addition, the 
|“Unknown” or “Artificial 
Sequence” organisms shall be 
jfurther described in the <220> 
|to <223> feature section. 





+ 

Leave blank after <220>. 
<221-223> provide for a 
|description of points of 
|biological significance in the 
|sequence. 





| 
| 
| 
- 











} 
|M, under the following 
conditions: if “n,” 
“Xaa,” or a modified 
or unusual L-amino 
jacid or modified base 
was used in a 
|sequence; if 
|ORGANISM 

jis “Artificial 
|Sequence” or 
“Unknown”; if 
|molecule is combined | 
|DNA/RNA. 

+ 











Name/Key 


|Provide appropriate identifier 
|for feature, preferably from 

| WIPO Standard ST.25 (1998), 
Appendix 2, Tables 5 and 6 


| 





|M, under the following | 
conditions: if “n,” 
|*Xaa,” or a modified 
lor unusual L-amino 
lacid or modified base | 
|was used in a sequence | 
| ea 
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Numeric Identifier Definition 





Publication 
Information 


<308> Database Accession 
Number 
rene 


<310> Patent Document Number 
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Mandatory (M) or 
Optional (O) 


M, under the following 
conditions: if “n,” 
“Xaa,” or a modified 
or unusual L-amino 
acid or modified base 
was used in a sequence 


Comments and Format 


Specify location within 

sequence; where appropriate 
state number of first and last 
bases/amino acids in feature 


M, under the following 
conditions: if “n,” 
“Xaa,” or a modified 
or unusual L-amino 
acid or modified base 
was used in a 
sequence; if 
ORGANISM 

is “Artificial 
Sequence” or 
“Unknown”; if 
molecule is combined 
DNA/RNA. 


Other relevant information; 
four lines maximum 





Leave blank after <300> 


Preferably max of ten named 
authors of publication; 
specify one name per line; 
preferable format: Surname, 
Other Names and/or Initials 


Journal date on which data 
published; specify as yyyy-mm- 
dd, MMM-yyyy or Season-yyyy 


Accession number assigned by 
database including database 
name 


Date of entry in database; 
specify as yyyy-mm-dd or MMM- 
yyyy 


Document number; for patent- 
type citations only. Specify 

as, for example, US 07/999,999 
Document filing date, for 


patent-type citations only; 
specify as yyyy-mm-dd 








Document publication date, for 
patent-type citations only; 
specify as yyyy-mm-dd 


Ss FROM (position) TO (position) _ i 


5. Section 1.824 is revised to read as follows: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissions in computer readable form. 


(a) The computer readable form required by § 1.821(e) shall 
meet the following specifications: 


(1) The computer readable form shall contain a single 
“Sequence Listing” as either a diskette, series of diskettes, or 
other permissible media outlined in paragraph (c) of this section. 


(2) The “Sequence Listing” in paragraph (a) (1) of this section 
shall be submitted in American Standard Code for Information 


SEQ ID NO should follow the 
numeric identifier and should 
appear on the line preceding 
the actual sequence 


Interchange (ASCII) text. No other formats shall be allowed. 


(3) The computer readable form may be created by any 
means, such as word processors, nucleotide/amino acid 
sequence editors or other custom computer programs; however, 
it shall conform to all specifications detailed in this section. 


(4) File compression is acceptable when using diskette media, 
so long as the compressed file is in a self-extracting format 
that will decompress on one of the systems described in para- 
graph (b) of this section. 


(5) Page numbering shall not appear within the computer 
readable form version of the “Sequence Listing” file. 
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(6) All computer readable forms shall have a label perma- 
nently affixed thereto on which has been hand-printed or typed: 
the name of the applicant, the title of the invention, the date 
on which the data were recorded on the computer readable 
form, the operating system used, a reference number, and an 
application serial number and filing date, if known. 


(b) Computer readable form submissions must meet these 
format requirements: 


(1) Computer: IBM PC/XT/AT, or compatibles, or Apple 
Macintosh; 


(2) Operating System: MS-DOS, Unix or Macintosh; 


(3) Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed; 


(4) Pagination: Continuous file (no “hard page break” codes 
permitted); 


(c) Computer readable form files submitted may be in any 
of the following media: 


(1) Diskette: 
3.50 inch, 1.44 Mb storage; 
3.50 inch, 720 Kb storage; 
5.25 inch, 1.2 Mb storage; 
5.25 inch, 360 Kb storage. 


(2) Magnetic tape: 
0.5 inch, up to 24000 feet; 
Density: 1600 or 6250 bits per inch, 9 track; 
Format: Unix tar command; specify blocking factor (not 
“block size”); 
Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed. 


(3) 8mm Data Cartridge: 
Format: Unix tar command; specify blocking factor (not 
“block size”); 
Line Terminator: ASCII Carriage Return plus ASCII 
Line Feed. 


(4) CD-ROM: 
Format: ISO 9660 or High Sierra Format 


(5) Magneto Optical Disk: 
Size/Storage Specifications: 5.25 inch, 640 Mb. 


(d) Computer readable forms that are submitted to the Office 
will not be returned to the applicant. 


6. Section 1.825 is revised to read as follows: 


§ 1.825 Amendments to or replacement of sequence listing 
and computer readable copy thereof. 


(a) Any amendment to the paper copy of the “Sequence 
Listing” (§ 1.821(c)) must be made by the submission of substi- 
tute sheets. Amendments must be accompanied by a statement 
that indicates support for the amendment in the application, as 
filed, and a statement that the substitute sheets include no new 
matter. 


(b) Any amendment to the paper copy of the “Sequence 


ctactctact ctactctcat ctactatctt 


ctcttgagtc ctggagatct ctectctcac 


ctgactgact ctgagatagt cgagceccgta 
cgccggtgcg 


ctttecggcg 


cagagcgccg 
agcggecesce 


ctectcttca 


cgcgtecgcg 
ctttcegeggc 


cttctcttcc ctagagaggt 
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ctttggatct 
atgtgatcgt 

cgagacccgt 
cgcgcgagtg 
cgcgeccgtc 


ctatatatac 
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Listing,” in accordance with paragraph (a) of this section, must 
be accompanied by a substitute copy of the computer readable 
form (§ 1.821(e)) including all previously submitted data with 
the amendment incorporated therein, accompanied by a state- 
ment that the copy in computer readable form is the same as 
the substitute copy of the “Sequence Listing.” 


(c) Any appropriate amendments to the “Sequence Listing” 
in a patent; e.g., by reason of reissue or certificate of correction, 
must comply with the requirements of paragraphs (a) and (b) 
of this section. 


(d) If, upon receipt, the computer readable form is found to 
be damaged or unreadable, applicant must provide, within such 
time as set by the Commissioner, a substitute copy of the data 
in computer readable form accompanied by a statement that 
the substitute data is identical to that originally filed. 


7. Appendix A to Subpart G to Part | is revised to read as 
follows: 


Appendix A To Subpart G to Part 1 - Sample Sequence Listing 


<110> Smith, John 
Smith, Jane 


<120> Example of a Sequence Listing 
<130> 01-00001 

<140> US 08/999,999 
<141> 1998-02-28 

<150> EP 91000000 
<151> 1997-12-31 

<160> 2 

<170> Patentin ver. 2.0 
<210> 1 

<211> 403 

<212> DNA 

<213> Paramecium aurelia 
<220> 

<221> CDS 

<222> 341..394 

<300> 

<301> Doe, Richard 


<302> Isolation and Characterization of a Gene Encoding a 
Protease from Paramecium sp. 


<303> Journal of Fictional Genes 
<304> | 

<305> 4 

<306> 1-7 

<307> 1988-06-20 

<400> | 


ctgagtctgce ctgagtggta 


cgagactgac cgatagatcg 
cgaggetgac agagagiges 
cgcggtgggc cecgcgages 
cgecectaga cctgagaggt 


atg gt atg ttc 
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aaa tgg cct gga tgt 
Lys Trp Pro Gly Phe Cys 
10 15 


<210> 2 


<211> 18 


Met Val Phe Ser 
1 5 10 


Leu Ser Lys 


Phe Val 


May 22, 1998 
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Met Val Ser Met Phe 
1 5 
ttt gtt tgtttgctc 


Phe Val 


<212> PRT 
<213> Paramecium aurelia 


<400> 2 


Gly Phe Cys Leu 


15 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


Notice of Public Hearing and 
Request for Comments on Procedures for 
Recording Patent Prosecution File Histories. 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Hearing and Request for Public Comments. 


Summary: Recent decisions by the United States Supreme 
Court and the United States Court of Appeals for the Federal 
Circuit highlight the crucial role a prosecution history plays in 
determining the validity and scope of a patent. See, e.g., War- 
ner- Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 
41 USPQ2d 1865 (1997); Markman v. Westview Instruments, 
52 F.3d 967, 34 USPQ2d 1321 (Fed. Cir. 1995), aff'd 116 S. 
Ct. 1384, 38 USPQ2d 1461 (1996); Vitronics Corp. v. Concept- 
ronic Inc., 90 F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996). 
In response, the United States Patent and Trademark Office 
(PTO) requests public comments on issues associated with 
procedures for recording complete and accurate patent prose- 
cution history records. Interested members of the public are 
invited to testify at the hearing and to present written comments 
on any of the topics outlined in the supplementary information 
section of this notice. 


Dates: A public hearing will be held on November 18, starting 
at 9:00 a.m. and ending no later than 5:00 p.m. If sufficient 
interest warrants, an additional public hearing will be held in 
an alternate location, for example, in California, or by televideo 
conference. 

Those wishing to present oral testimony at the hearing must 
request an opportunity to do so no later than November 3, 
1997. 

To ensure consideration, written comments must be received 
at the PTO no later than November 18, 1997. Written comments 
and transcripts of the hearing will be available for public inspec- 
tion on or about December 1, 1997. 


Addresses: The November 18, 1997 hearing will be held in 
the Commissioner’s Conference Room located in Crystal Park 
Two, Room 912, 2121 Crystal Drive, Arlington, Virginia. 
Those interested in testifying or in submitting written comments 
on the topics presented in the supplementary information, or 
any other related topics, should send their request or written 
comments to the attention of Mary Critharis addressed to Com- 
missioner of Patents and Trademarks, Box 4, Patent and Trade- 
mark Office, Washington, D.C. 20231; or John M. Whealan 


addressed to Office of the Solicitor, Box 15667, Arlington, 
Va. 22215. Written comments may be submitted by facsimile 
transmission to Mary Critharis at (703) 305-8885 or John M. 
Whealan at (703) 305-9373. Comments may also be submitted 
by electronic mail through the Internet to mary.critharis @usp- 
to.gov or john.whealan @uspto.gov. Written comments will be 
maintained for public inspection in Crystal Park Two, Room 
902, 2121 Crystal Drive, Arlington, Virginia. Written com- 
ments in electronic form may be made available via the PTO’s 
World Wide Web site at http://www.uspto.gov. No requests 


for presenting oral testimony will be accepted through elec- 
tronic mail. 


For Further Information Contact: Mary Critharis by tele- 
phone at (703) 305-9300, by facsimile at (703) 305-8885, by 
electronic mail at mary.critharis@uspto.gov, or by mail 
addressed to Commissioner of Patents and Trademarks, Box 
4, Washington, D.C. 20231; or John M. Whealan by telephone 
at (703) 305-9035, by facsimile at (703) 305-9373, by electronic 
mail at john.whealan @uspto.gov, or by mail addressed to Office 
of the Solicitor, Box 15667, Arlington, Va. 22215. 


Supplementary Information: 


I. Background 


The official record detailing the prosecution of a patent appli- 
cation in the United States Patent and Trademark Office (PTO) 
is more than just a historical record. During the life of a patent, 
the prosecution record defines the scope of the claimed inven- 
tion and the patent owner’s rights. Thus, the written record 
must clearly explain the rationale for decisions made during 
the examination of a patent application, including the basis for 
the grant. Moreover, once a patent has been granted, the official 
record will be closely scrutinized by potential licensees, com- 
petitors who must avoid infringing the claimed invention, or 
even those attempting to invalidate the patent. In the event of 
litigation, the record will serve as a primary basis for court 
determinations of issues regarding the validity or scope of the 
patent. 

The written record created during the prosecution of a patent 
application, commonly referred to as the “file wrapper” or “file 
history,” consists of all correspondence between an applicant 
and the PTO. The file history typically consists of the patent 
application as originally filed, the cited prior art, all papers 
prepared by the examiner during the course of examination, 
and documents subrnitted by the applicant in response to the 
various requirements, objections, and rejections made by the 
examiner. In addition, the file history should contain a written 
record of all oral communications addressing patentability 
issues between the examiner and applicant. Examiners and 
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applicants share the responsibility for the clarity, accuracy, and 
completeness of the file wrapper. 

Recent decisions by the United States Supreme Court and 
the United States Court of Appeals for the Federal Circuit 
emphasize the importance of clear and complete prosecution 
histories in that they will look more closely at and place greater 
weight on patent prosecution histories. See, e.g., Warner-Jen- 
kinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040, 41 
USPQ2d 1865 (1997); Markman v. Westview Instruments, 52 
F.3d 967, 34 USPQ2d 1321 (Fed. Cir. 1995), aff'd, 116 S. 
Ct.1384, 38 USPQ2d 1461 (1996); Vitronics Corp. v. Concept- 
ronic Inc., 90 F.3d 1576, 39 USPQ2d 1573 (Fed. Cir. 1996). 
For example, in Warner-Jenkinson, the Supreme Court 
explained the importance of the prosecution history of a patent 
in determining infringement under the doctrine of equivalents. 
117 S. Ct. at 1049-51, 41 USPQ2d at 1871-73. Specifically, 
the Court acknowledged that when the prosecution history 
reveals that a patent owner amended the claims by adding 
limitations to overcome the prior art, the patent owner will 
be estopped from alleging infringement under the doctrine of 
equivalents as to that amended limitation. Jd. at 1051, 41 
USPQ2d at 1873. Subsequently, the Court held: 


Mindful that claims do indeed serve both a definitional and a notice 
function, we think the better rule is to place the burden on the patent- 
holder to establish the reason for an amendment required during patent 
prosecution .... Where no explanation is established, however, the court 
should presume that the PTO had a substantial reason related to patent- 
ability for including the limiting element added by amendment. 


Id. The emphasis on the written record, including the prose- 
cution history, to interpret the claims is further illustrated by 
the Markman and Vitronics decisions. In Markman, the Federal 
Circuit held claim interpretation is a question of law to be 
determined by the court based on three sources: the claims, 
the specification, and the prosecution history. 52 F.3d at 979, 
34 USPQ2d at 1329. Along the same lines, the Federal Circuit 
in Vitronics opined that intrinsic evidence, which includes the 
claims, the specification, and the prosecution history, is the 
“most significant source” of evidence to be used when interpre- 
ting claims. 90 F.3d at 1582, 39 USPQ2d at 1576. In explaining 
that the claims, the specification, and the prosecution history 
make up the “public record” upon which the public is entitled 
to rely, the Federal Circuit stated: 


[T]he [prosecution] history contains the complete record of all the pro- 
ceedings before the Patent and Trademark Office, including any express 
representations made by the applicant regarding the scope of the claims. 
As such, the record before the Patent and Trademark Office is often of 
critical significance in determining the meaning of the claims. 


90 F.3d at 1582, 39 USPQ2d at 1577. The Federal Circuit held 
that when the public record “unambiguously describes the scope 
of the patented invention,” reliance on extrinsic evidence such 
as expert testimony is improper. 90 F.3d at 1583, 39 USPQ2d 
at 1477. 


The PTO imposes written recording requirements on both 
the examiner and applicant. These requirements are designed 
to furnish the patent applicant, as well as the public and the 
courts, with sufficient information to make informed decisions. 
As the agency charged with granting valid patents, the PTO is 
actively concerned with the development of clear and complete 
prosecution histories. For this reason, the PTO is interested in 
obtaining public opinion as to whether the current rules and 
procedures pertaining to recording prosecution histories are 
sufficient to provide complete and clear records. 


II. Issues for Public Comment 

Interested members of the public are invited to testify and 
present written comments on issues they believe to be relevant 
to the discussion below. Questions following the discussion 
are included to identify specific issues upon which the PTO is 
interested in obtaining public opinion. 


A. Current Procedures for Recording Patent Prosecution His- 
tories 


The emphasis on preparing complete, clear, and accurate file 
histories is prevalent throughout the patent rules which form 
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title 37 of the Code of Federal Regulations (C.F.R.) and the 
guidelines of practice embodied in the Manual of Patent Exam- 
ining Procedure (M.P.E.P.). Recognizing the importance of the 
written prosecution record, PTO rules and procedures stress 
the need for examiners to communicate clearly the basis for 
all rejections and objections so that the issues can be identified 
early and the applicant can be given an opportunity to respond. 
See 37 C.F.R. 1.105 (1996); M.P.E.P. 707.07 (6th ed. 1995, 
rev. 2, July 1996). To meet this goal, Rule 105 explicitly states 
that “[t]he examiner’s action will be complete as to all matters.” 
37 C.F.R. 1.105. This requires the examiner to treat all claims 
on their merits, provide authority and support for each ground 
of rejection, and respond to all arguments and points raised by 
applicants. 

The M.P.E.P. instructs examiners to provide clear and com- 
plete Office actions throughout the examination process. For 
instance, when making rejections such as lack of an adequate 
written description, the examiner’s position should be fully 
developed and contain detailed reasons rather than a mere 
conclusion. See M.P.E.P. 706.03 (6th ed. 1995, rev. 2, July 
1996). Moreover, upon entering an obviousness rejection under 
35 U.S.C. 103, the examiner should set forth in the Office 
action the relevant teachings of the prior art relied upon, the 
differences between the claimed invention and the applied refer- 
ences, and an explanation as to why the claimed invention 
would have been obvious to one of ordinary skill in the art. 
M.P.E.P. 706.02(j) (6th ed. 1995, rev. 2, July 1996). Further- 
more, in making a final rejection, all outstanding grounds of 
rejection should be fully developed and clearly set forth to the 
extent that the remaining issues are readily apparent. M.P.E.P. 
706.07 (6th ed.. 1995, rev. 2, July 1996). 

Concurrent with the examiner’s duty to provide clear and 
fully developed Office actions, Rule 111 mandates an appli- 
cant’s response to be complete in order to promote an early 
and full determination of the issues. 37 C.F.R. 1.111 (1996). 
Current procedure requires that the response by the patent 
applicant “must distinctly and specifically point out the sup- 
posed errors in the examiner’s action and must respond to every 
ground of objection and rejection in the prior Office action.” 
37 C.F.R. 1.111. Moreover, the requirements of Rule | 11 dictate 
that applicants clearly point out the patentable novelty believed 
to render the subject claims allowable over the referenced teach- 
ings. 37 C.F.R. 1.111. See M.P.E.P. 714.02 (6th ed. 1995, rev. 
2, July 1996). Furthermore, to ensure a clear and complete file 
record, examiners are given the authority to require correction 
if a response is not complete. See M.P.E.P. 714.03 (6th ed. 
1995, rev. 2, July 1996). In limited situations, an examiner is 
authorized to make changes directly to the written portions of 
the filed application to correct obvious errors such as spelling 
and minor grammatical errors. M.P.E.P. 1302.04 (6th ed. 1995, 
rev. 2, July 1996). Other obvious informalities such as changes 
to the abstract may be corrected by a formal examiner’s amend- 
ment which is placed in the file wrapper and a copy is mailed 
to applicants. Jd. Amendment or cancellation of claims by 
formal examiner’s amendment is permitted when passing an 
application to issue provided that the changes have been author- 
ized by applicant or applicant’s representative. Id. 

A complete prosecution history should clearly reflect the 
reasons why the patent application was allowed. According to 
Rule 109, an examiner may set forth reasons for allowance 
when the record, as a whole, is unclear as to why the application 
is allowable over the prior art. 37 C.F.R. 1. 109 (1996). Thus, 
the examiner must make a judgment of the record to determine 
whether reasons for allowance should be set out in that record. 
However, the M.P.E.P. cautions examiners to exercise great 
care in recording reasons for allowance so as not to misconstrue 
the claims. M.P.E.P. 1302.14 (6th ed. 1995, rev. 2, July 1996). 
If desired, an applicant may comment on an examiner’s state- 
ment of reasons for allowance. Although an applicant’s com- 
ments are entered in the application file, they will not be 
commented upon by the examiner in charge of the application. 
See id. 

Another facet of patent prosecution in which written records 
are extremely important is the recordation of interviews con- 
ducted between examiners and applicants. Examiner interviews 
concerning patent applications and other matters pending before 
the PTO serve to clarify the issues in an application and materi- 
ally advance the prosecution of a case. The substance of an 
interview must be made of record in the application by means 





1232 OG 168 
(97) 


of an Interview Summary Form completed by the examiner 
and placed in the file wrapper. M.P.E.P. 713.04 (6th ed. 1995, 
rev. 2, July 1996). In addition, a complete written statement 
disclosing the substance presented at the interview must be 
filed by the applicant when reconsideration is requested in view 
of an interview with an examiner. 37 C.F.R. 1.133 (b) (1996). 
However, the examiner and applicant can agree that the Inter- 
view Summary Form satisfies applicant’s obligation under Rule 
133. M.P.E.P. 713.04. 

A complete and accurate recordation of the substance of an 
examiner interview should include the following: an identifica- 
tion of the claims and prior art discussed; a description of 
proposed amendments; the general thrust of the applicant’s and 
examiner’s arguments; and the results of the interview. /d. 
Although the recordation of the arguments presented at the 
interview need not be lengthy or highly detailed, the general 
nature of the principal arguments should be readily apparent. 
Id. 

The PTO is interested in ensuring that complete and accurate 
file histories are created and maintained. Public comments are 
invited to assist the PTO in identifying any improvements 
that can be made to increase the clarity and completeness of 
prosecution histories. The tenor of the following questions 
should not be taken as an indication that the PTO has taken a 
position on or is predisposed to any particular approach to 
creating and maintaining complete and clear file histories. 


1. Do you believe that the current rules and procedures 
pertinent to recording prosecution histories are sufficiently clear 
and effective? If not, please: 

(a) identify aspects of the rules and procedures that you 
believe lack clarity or do not facilitate the creation of adequate 
records; 

(b) identify any changes to the rules and procedures that 
you believe would improve the clarity and completeness of file 
histories; and 

(c) discuss potential advantages and hardships that patent 
applicants and examiners would face if particular changes were 
adopted. 


2. Do you believe that examiners are correctly and uniformly 
applying the existing rules and procedures governing the 
recording of file histories? If not, please: 

(a) provide or summarize examples in which you believe 
examiners have not maintained complete file histories; 

(b) identify additional steps that can be taken by the PTO 
and applicants to clarify the prosecution history; and 

(c) discuss possible advantages and drawbacks to the pro- 
posed changes. 


3. Do examiners generally notify applicants when an amend- 
ment fails to point out the patentable novelty of applicant’s 
invention, as required by 37 C.F.R. 1.111? If so, do you believe 
that examiners should continue to notify applicants of their 
failure to include a statement of novelty? 


4. Is language such as “to further define and clarify the 
invention” sufficient to satisfy Rules 111 and 119 of 37 C.F.R. 
which require the applicant to point out how each amendment 
distinguishes the claims over the cited prior art? If not, please 
explain why applicants should be required to recite positively 
the rationale behind every claim amendment. 


5. Should examiners be required to recite positively the 
reasons for amendments to claims when claims are amended 
by way of a formal examiner’s amendment drafted pursuant 
to M.P.E.P. 1302.047 If so, do you believe this would dis- 
courage the practice of examiner amendments? Also, what 
effect would such a requirement have on the patent prosecution 
process? 


6. Should the current practice of having examiners prepare 
reasons for allowance, as outlined in 37 C.F.R. 1.109, be discon- 
tinued? If so, please explain why you believe this is desirable. 
If not, should 37 C.F.R. 1.109 be amended to make it mandatory 
that reasons for allowance must be provided by the examiner? 
(Currently, according to 37 C.F.R. 109, setting forth reasons 
for allowance is not mandatory on the examiner’s part.) If so, 
in which of the following instances should examiners be 
required to set forth reasons for allowance: 
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(a) in all allowable patent applications; or 
(b) when the record, as a whole, is unclear as to why the 
patent application is being allowed. 


7. Do reasons for allowance recorded by examiners contain 
accurate and precise interpretations regarding the novelty or 
nonobviousness of the claims? If not, please: 

(a) explain the experiences you have had that led you to 
your conclusions; and 

(b) identify what you believe should be included in or 
omitted from an examiner’s reasons for allowance. 


8. What would prompt an applicant to comment on an exam- 
iner’s statement of reasons for allowance? 

9. If an applicant disagrees with an examiner’s reasons for 
allowance, should applicant be obligated to respond? If so, 
should applicant’s failure to file a statement commenting on 
the examiner’s reasons for allowance be deemed an admission 
that applicant acquiesces to the reasoning of the examiner? 
(Currently, pursuant to 37 C.F.R. 1.109, failure to comment 
on the reasons for allowance does not imply that the patent 
applicant agrees with the reasoning of the examiner.) 


10. Is the current practice of placing applicant’s comments 
to reasons for allowance in the application file without further 
comment by the examiner adequate? If not, how and why 
should the current practice be changed? 


11. Does the present system of recording examiner interviews 
by means of interview summary records, as outlined in M.P.E.P. 
713.04, provide a complete record of the substance of the 
interview? If not, please: 

(a) explain the experiences you have had that have led you 
to your conclusions; 

and 

(b) describe additional changes to the interview summary 
practice you believe would be desirable. 


12. Should applicants be obligated to record the substance 
of every examiner interview, regardless of whether reconsidera- 
tion is sought? 


13. Should an examiner and applicant be permitted to agree 
that a written record of the substance of an interview by the 
applicant is not necessary? 


14. Should the PTO require that telephonic and/or personal 
interviews between examiners, applicants, and attorneys be 
taped by electronic devices and transcribed into a written 
medium to be included in the file wrapper? If so, please: 

(a) identify which type of interviews should be recorded 
by electronic devices; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 

(e) discuss potential advantages and drawbacks to electronic 
recording of examiner interviews. 


In the alternative, should applicants be permitted to request 
recording of examiner interviews by electronic devices? If so, 
please: 

(a) identify which type of interviews applicants should be 
permitted to request recording; 

(b) indicate whether transcriptions should be distributed to 
applicants; 

(c) explain how this should be implemented; 

(d) identify who should bear the cost; and 

(e) discuss potential advantages and drawbacks to applicant- 
requested electronic recording of examiner interviews. 


B. Other Issues 


Parties may address related matters not specifically identified 
in the above topics. If this is done, parties are requested to: 


1. Label that portion of their response as “Other Issues”; 
2. Clearly identify the matter being addressed; 


3. Provide examples, when appropriate, that illustrate the 
matter addressed; 
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4. Identify any relevant legal authorities applicable to the 
matter being addressed; and 

5. Provide suggestions regarding how the matter should be 
addressed by the PTO. 


Ill. Guidelines for Oral Testimony — 


Individuals wishing to testify must adhere to the following 
guidelines: 

1. Anyone wishing to testify at the hearings must request 
an opportunity to do so no later than November 3, 1997. 
Requests to testify may be accepted on the date of the hearing 
if sufficient time is available on the schedule. No one will be 
permitted to testify without prior approval. 


2. Requests to testify must include the speaker’s name, affili- 
ation and title, mailing address, and telephone number. Fac- 
simile number and Internet mail address, if available, should 
also be provided. Parties may include in their request an indica- 
tion as to whether the party wishes to testify during the morning 
or afternoon session of the hearing. 


3. Speakers will be provided between five and fifteen minutes 
to present their remarks. The exact amount of time allocated 
per speaker will be determined after the final number of parties 
testifying has been determined. All efforts will be made to 
accommodate requests for additional time for testimony pre- 
sented before the day of the hearing. 


4. Speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings. These remarks 
should be provided no later than November 25, 1997. 


5. Speakers must adhere to guidelines established for testi- 
mony. These guidelines will be provided to all speakers on or 
before November 11, 1997. A schedule providing approximate 
times for testimony will be provided to all speakers the morning 
of the day of the hearing. Speakers are advised that the schedule 
for testimony will be subject to change during the course of 
the hearings. 


IV. Guidelines for Written Comments 
Written comments should include the following information: 
1. Name and affiliation of the individual responding; 


2. If applicable, an indication of whether comments offered 
represent views of the respondent’s organization or are the 
respondent’s personal views; and 


3. If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, or non-profit organization) and respondent’s 
position, including type of experience (e.g., attorney handling 
patent prosecution and/or patent litigation, patent agent prose- 
cuting patent applications, or judge deciding patent issues). 

If possible, parties offering testimony or written comments 
should provide their comments in machine-readable format. 
Such submissions may be provided by electronic mail messages 
sent over the Internet, or on a 3.5" floppy disk formatted for use 
in either a Macintosh or MS-DOS based computer. Machine- 
readable submissions should be provided as unformatted text 
(e.g., ASCII or plain text), or as formatted text in one of the 
following file formats: Microsoft Word (Macintosh, DOS, or 
Windows versions) or WordPerfect (Macintosh, DOS, or Win- 
dows versions). 

Information that is provided pursuant to this notice will be 
made part of a public record and may be available via the 
Internet. In view of this, parties should not provide information 
that they do not wish to be publicly disclosed or made electroni- 
cally accessible. Parties who would like to rely on confidential 
information to illustrate a point are requested to summarize or 
otherwise provide the information in a way that will permit its 
public disclostre. 


Sept. 16, 1997 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


(1203 OG 35) 
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(98) Department of Commerce 


Patent and Trademark Office 


Request for Comments on Patent Formalities Treaty 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of request for public comments 


Summary: The Patent and Trademark Office is seeking com- 
ments to obtain views of the public on the international effort 
to simplify the formal requirements associated with patents and 
the consequent changes to United States law and practice. 
Comments may be offered on any aspect of this effort. 


Dates: All comments are due by December 1, 1997. 


Addresses: Persons wishing to offer written comments should 
address those comments to the Commissioner of Patents and 
Trademarks, Box 4, Patent and Trademark Office, Washington, 
D.C. 20231, marked to the attention of Mrs. Lois E. Boland. 


Comments may also be submitted by facsimile transmission 
to (703) 305-8885 or by electronic mail through the Internet 
to plt.comments @uspto.gov. All comments will be maintained 
for public inspection in Room 902 of Crystal Park II, at 2121 
Crystal Drive, Arlington, Virginia. 


For Further Information Contact: Mrs. Lois E. Boland by 
telephone at (703) 305-9300, by fax at (703) 305-8885 or by 
mail marked to her attention and addressed to Commissioner 
of Patents and Trademarks, Box 4, Washington, D.C. 20231. 


Supplementary Information: 
1. Background 


The United States has been involved in an effort to reduce the 
formal requirements associated with patent applications and 
patents in the different countries of the world. A committee of 
experts, meeting under the auspices of the World Intellectual 
Property Organization (WIPO), continues to develop treaty 
articles and rules which attempt to minimize the formal require- 
ments associated with patent applications and patents. Upon 
conclusion, these treaty articles and rules will simplify the 
formal obligations and reduce the associated costs for patent 
applicants and owners of patents in obtaining and preserving 
their rights for inventions in many countries of the world. The 
next (Sth) committee of experts meeting will take place at 
WIPO in December of 1997. It is likely that two additional 
such meetings will take place in 1998. The issue of when a 
Diplomatic Conference will be convened to conclude these 
negotiations will be discussed in a March 1998 meeting at 
WIPO. WIPO has suggested that a 1999 Diplomatic Conference 
may be possible. 


The United States Patent and Trademark Office (USPTO), 
leading the negotiations for the United States, is interested in 
obtaining comprehensive comments to assess continued support 
for the effort. Prior to each of the previous meetings of the 
committee of experts, the USPTO informally solicited and 
received comments on the then-current drafts of the treaty 
articles, rules and notes. In light of the impending conclusion 
of this effort, the USPTO desires to ensure that the text of the 
treaty is disseminated as widely as possible and the opportunity 
to provide comments is correspondingly comprehensive. 


Written comments may be offered on any aspect of the draft 
treaty articles, rules or notes or expected implementation in 
the United States. Comments are also welcome on the following 
issues: 


— the formalities/substantive distinction, discussed, specifi- 
cally, with respect to Article 5, below; 


— the subject matter appropriate for treaty articles versus that 
which should be relegated to rules; and 


— whether this effort should be concluded by a separate treaty 
or as a protocol to the Patent Cooperation Treaty. 
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2. Brief Summary of the Draft Treaty 


The current text of the draft treaty includes 16 articles, 17 rules 
and associated notes. A brief summary of selected articles and, 
where significant, associated rules follows. To the extent that 
a given article is not summarized, it is considered to be self- 
explanatory. Insofar as this effort is focused upon and limited 
to formal matters associated with patent applications and 
patents, the USPTO expects that, upon implementation, changes 
to our patent law would be minimal. However, to the extent 
the need for any such change has been identified for a given 
draft article or rule, it is noted below. This discussion is 
intended, only, to highlight various articles and rules; it is not 
intended as a comprehensive treatment of the draft texts. The 
draft texts, identified in Part 3, below, should be consulted for 
a complete understanding of the effort that is under way. 


Article 1 - Abbreviated Expressions - This article provides 
definitions for terms used throughout the text of the draft articles 
and rules. For the most part, this article is self-explanatory. 
The USPTO has supported a broadening of the definition for 
the term “owner” to include owners of both applications and 
patents. 


Article 2 - Applications and Patents to Which the Treaty 
Applies - This article defines the scope of the treaty by virtue 
of the types of applications and patents that are intended to be 
encompassed by its terms. 


Article 3 - National Security - This article preserves the right 
of Contracting Parties to apply measures deemed necessary for 
the preservation of national security. 


Article 4 - Filing Date - This article is viewed by the USPTO 
as one of the more important features of this effort. It mandates 
that a Contracting Party must provide a filing date for an 
application as of the date that the following elements are filed 
with its Office: 


(i) an indication that submitted elements are intended to be 
an application; 

(ii) indications allowing the identity of the applicant or person 
submitting the application to be established or contacted; 

(iii) a description; and 

(iv) if the description is not in an accepted language, an 
indication that the application contains a description. 


This filing date requirement is fairly minimal and would greatly 
simplify the conditions imposed upon the grant of filing dates 
to patent applications throughout the world. Note that this article 
would mandate the acceptance, for filing date purposes, of 
patent applications in any language, subject to the furnishing 
of later translations. The USPTO has supported this article, 
with the knowledge that our claim requirement in section 111 
(a) of title 35, United States Code, would have to be deleted. 
Note that such a requirement is not included for provisional 
applications filed under section 111 (b) of title 35, United States 
Code. The remainder of the article and Rule 2 provide additional 
details concerning the grant of filing dates. 


Article 5 - Application - This article is another of the more 
important features of this effort. It mandates that no Contracting 
Party may impose any requirement relating to the form or 
contents of an application which is different from or additional 
to any requirement applicable under the Patent Cooperation 
Treaty (PCT) to an international application. In essence, this 
article states that if an applicant submits an application to a 
national office that complies with the requirements of the PCT, 
that national office can impose no different or additional 
requirements on that national application. Of course, Con- 
tracting Parties would be free to impose requirements that are 
more liberal, from an applicant’s perspective, than the PCT. 
Of note, the International Bureau of WIPO has expressed the 
view that the incorporation of the “form or contents” require- 
ments from the PCT into this article would mandate the applica- 
tion of the PCT unity of invention standard for all national 
applications. The USPTO has taken exception to this view 
insofar as unity of invention is considered to be a substantive 
matter that is outside the scope of this effort. This article also 
provides that the Regulations shall include requirements 
regarding the filing of applications in paper and electronic form. 
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Article 6 - Validity of Patent; Revocation - This article mandates 
that once a patent has been granted, it may not be revoked or 
invalidated on the ground of non-compliance with certain 
formal requirements enunciated in Article 5. 


Article 7 - Representation; Address for Service - This article 
addresses requirements regarding representation, address for 
service and powers of attorney. Importantly, the article provides 
that Contracting Parties may not mandate representation for, 
among other things, the filing of a translation, the furnishing 
of drawings or the payment of any fee. 


Article 8 - Signature; Article 9 - Request for Recordal of Change 
in Name and Address; Article 10 - Request for Recordal of 
Change in Ownership; Article 11 - Request for Recordal of 
Licensing Agreement or Security Interest; and Article 12 - 
Request for Correction of a Mistake. These provisions, and 
associated rules, are considered to be self-explanatory. It has 
been the position of the-USPTO that much of the detail in 
these articles would be more appropriate for a rule insofar as 
including such a level of detail in treaty articles may render 
the result unnecessarily inflexible. (While this issue is high- 
lighted here with respect to these enumerated articles, it may 
apply to the level of detail associated with other articles.) 


Article 13 - Extension of a Time Limit Fixed by the Office - 
This article, with Rule 14, mandates that the Offices of all 
Contracting Parties must provide for, at the least, a first exten- 
sion for any time limit set by the Office. 


Article 14 - Further Processing; Restoration of Rights - This 
article mandates that all Contracting Parties must provide for 
the further processing of applications and the restoration of 
rights related to applications/patents where compliance with 
a requirement takes place outside of a time limit originally 
established by an Office. The article also provides for inter- 
vening fights under certain circumstances. 


Article 15 - Addition and Restoration of Priority Claim - This 
article provides for the late claiming of priority of an earlier 
application where a subsequent application is timely filed and 
for the delayed filing of the subsequent application. The United 
States currently permits late claiming of priority and supports 
the concept of accepting the delayed filing of the subsequent 
application. With regard to accepting the delayed filing of a 
subsequent application, an amendment to section 119 of title 
35, United States Code, would be warranted. 


Article 16 - Regulations - This provision provides the basis 
for the draft rules that follow. As noted above, there are, cur- 
rently, 17 draft rules that accompany the text of the treaty. 


3. Text of the Draft Treaty, Rules and Notes 


The text of the current draft of the patent law treaty, with 
associated rules and notes, is available via the USPTO’s World 
Wide Web site at http://www.uspto.gov via a link to WIPO’s 
World Wide Web site. The documents are PLT/CE/V/2 and 
PLT/CE/V/3. 


Requests for paper copies of the text may be made in writing 
to Mrs. Lois E. Boland at the above address or by telephone 
at (703) 305-9300. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 15, 1997 


(1204 OG 64) 


(99) Using Certificate of Correction to Perfect 


Claim for Priority Under 35 USC 119 


Under 35 USC 119, an applicant may assert a right of priority 
and claim the benefit of an earlier filing date in a foreign 
country. In this regard, 35 USC 119 states: 


No application for patent shall be entitled to this right or 
priority unless a claim therefor and a certified copy of the 
original foreign application, specification and drawings upon 
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which it is based are filed in the Patent and Trademark Office 
before the patent is granted... . 


The failure to perfect a claim to foreign priority benefits 
prior to issuance of the patent may be cured by filing a reissue 
application; Brenner v. State of Israel,158 USPQ 584 (CA DC 
1968). 


However, under certain conditions, this failure may also be 
cured by filing a Certificate of Correction request under 35 
USC 255 and 37 CFR 1.323. For example, in the case of In re 
Van Esdonk, 187 USPQ 671 (Comr. 1975), the Commissioner 
granted a request to issue a Certificate of Correction in order 
to perfect a claim to foreign priority benefits. In that case, a 
claim to foreign priority benefits had not been filed in the 
application prior to issuance of the patent. However, the appli- 
cation was a continuation of an earlier application in which 
the requirements of 35 USC 119 had been satisfied. Accord- 
ingly, the Commissioner held that the “applicants’ perfection 
of a priority claim under 35 USC 119 in the parent application 
will satisfy the statute with respect to their continuation applica- 
tion.” 


Although In re Van Esdonk involved the patent of a continua- 
tion application filed under 37 CFR 1.60, it is proper to apply 
the holding of that case in similar factual circumstances to any 
patented application having benefits under 35 USC 120. This 
is primarily because a claim to foreign priority benefits in a 
continuing application, where the claim has been perfected in 
the parent application, constitutes in essence a mere affirmation 
of the applicant’s previously expressed desire to receive benefits 
under 35 USC 119 for subject matter common to the foreign, 
parent, and continuing applications. 


In summary, a Certificate of Correction under 35 USC 255 
and 37 CFR 1.323 may be requested and issued in order to 
perfect a claim to foreign priority benefits in a patented contin- 
uing application if the requirements of 35 USC 119 had been 
satisfied in the parent application prior to issuance of the patent 
and the requirements of 37 CFR 1.55(a) are met. 


However, a claim to foreign priority benefits cannot be per- 
fected via a Certificate of Correction if the requirements of 35 
USC 119 had not been satisfied in the patented application, or 
its parent, prior to issuance and the requirements 37 CFR 155(a) 
are not met. In this latter circumstance, the claim to foreign 
priority benefits can be perfected only by way of a reissue 
application in accordance with the rationale set forth in Brenner 
v. State of Israel, supra. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Patents 


July 25, 1986 


[1169 OG 38] 


(100) Right of Priority in Patent and Trademark 


Applications Available in Taiwan 


On the basis of a Memorandum of Understanding signed on 
April 10, 1996, between the American Institute in Taiwan and 
the Taipei Economic and Cultural Representative Office in 
the United States, U.S. applicants seeking patent protection in 
Taiwan may avail themselves of the right of priority based on 
patent applications filed in the United States, on or after April 
10, 1996. 


In accordance with the same Memorandum of Under- 
standing, U.S. applicants seeking trademark protection in 
Taiwan may avail themselves of the right of priority based on 
applications for trademark registration filed in the United States, 
on or after December 24, 1993. 


To receive the right of priority in Taiwan, applications for 
patents and trademark registrations must be filed there within 
such time period from the filing of the first application in the 
United States, as specified by the laws and regulations of 
Taiwan. The right of priority, on the basis of reciprocity, is also 
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available to applicants from Taiwan seeking patent protection or 
trademark registration in the United States. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


April 30, 1996 


[1186 OG 50] 


(101) Notice of Right to Claim Priority Based Upon 
Applications Previously Filed in India 


On January 3, 1995, the Ministry of India (Department of 
Industrial Development) caused a Notification to be published 
in The Gazette of India: Extraordinary [Part Il-Sec. 3(ii)]. This 
Notification included the following text: 


“[I]n exercise of the powers conferred by subsection (1) of 
section 133 of the Patents Act, 1970 (39 of 1970), the 
Central Government hereby declares each of [the members 
of the World Trade Organization, which includes the United 
States of America] to be a convention country for all the 
provisions of the said Act”. 


Section 135(1) of the Patents Act, 1970 (39 of 1970) of India 
provides as follows: 


Without prejudice to the provisions contained in section 6, 
where a person has made an application for a patent in respect 
of an invention in a convention country (hereinafter referred 
to as the “basic application”), and that person or the legal 
representative or assignee of that person makes an application 
under this Act for a patent within twelve months after the 
date on which the basic application was made, the priority 
date of a claim of the complete specification, bearing a claim 
based on matter disclosed in the basic application, is the 
date of making of the basic application”. 


Given the above-referenced Notification in The Gazette of India 
and Section 135 of the Indian Patents Act, 1970, India is deemed 
a foreign country which affords privileges in the case of applica- 
tions filed in the United States or to citizens of the United 
States similar to those afforded under 35 U.S.C. § 119. 
Accordingly, an application for patent for an invention filed 
in the United States by any person who has, or whose legal 
representatives or assigns have, previously regularly filed an 
application for a patent for the same invention in India shall 
have the benefit of the filing date in India in accordance with 
35 U.S.C. § 119. Such persons became entitled to claim that 
benefit on the basis of applications filed in India on, or after, 
January 3, 1995, the date of publication of the above-referenced 
Notification in The Gazette of India. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 13, 1997 


[1195 OG 42] 


(102) Notice of Right to Claim Priority Based Upon 
Applications Previously Filed in Thailand 


As a result of an exchange of letters between the U.S. Patent 
and Trademark Office and the Department of Intellectual Prop- 
erty of Thailand, the following benefits for U.S. applicants in 
Thailand have become available: 


Patent applications filed in the United States may serve as 
the basis for the right of priority in Thailand if a subsequent 
application is filed in Thailand on or after January 1, 1996. In 
the case of applications for invention patents, the subsequent 
filing must be made within 12 months from the first filing 
date of the application in the United States and in the case of 
applications for design patents, within 6 months from the first 
filing date in the United States. 
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Thailand, therefore, is deemed a foreign country which 
affords privileges in the case of applications filed in the United 
States or to citizens of the United States similar to those afforded 
under 35 U.S.C. § 119. 


Accordingly, an application for patent for an invention or a 
design filed in the United States on or after January 1, 1996, 
by any person who has, or whose legal representatives or assigns 
have, previously regularly filed an application for a patent for 
the same invention or design in Thailand shall have the benefit 
of the filing date in Thailand in accordance with 35 U.S.C. § 
119 and § 172. 


March 11, 1997 L. J. GOFFNEY for 
BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


[1197 OG 35] 


Means Or Step Plus Function Limitation 
Under 35 U.S.C. § 112, 6th Paragraph 


(103) 


The following guidelines have been distributed to patent 
examiners for guidance on examining practice and procedure 
relating to limitations falling under 35 U.S.C. § 112, 6th para- 
graph, after Jn re Donaldson, 29 USPQ2d 1845 (Fed. Cir.1994), 
These guidelines will be incorporated into the Manual of Patent 
Examining Procedure. 


April 20, 1994 CHARLES E. VAN HORN 

Patent Policy and Projects Administrator 
Examination Guidelines For Claims 

Reciting A “Means or Step Plus Function’ Limitation 

In Accordance With 35 U.S.C. § 112, 6th Paragraph 


The purpose of this memo is to set forth guidelines for 
the examination of § 112, 6th paragraph “means or step plus 
function” limitations in a claim. The court of Appeals for the 
Federal Circuit, in its en banc decision In re Donaldson, 29 
USPQ2d 1845 (Fed. Cir. 1994), decided that a “means-or-step- 
plus-function” limitation should be interpreted in a manner 
different than patent examining practice has dictated for at least 
the last forty-two years. The Donaldson decision affects only 
the manner in which the scope of a “means or step plus function” 
limitation in accordance with § 112, 6th paragraph, is inter- 
preted during examination. Donaldson does not directly affect 
the manner in which any other section of the patent statutes 
is interpreted or applied. When making a determination of 
patentability under 35 U.S.C. §§ 102 or 103, past practice was 
to interpret a “means or step plus function” limitation by giving 
it the “broadest reasonable interpretation.” Under the PTO’s 
long-standing practice this meant interpreting such a limitation 
as reading on any prior art means or step which performed the 
function specified in the claim without regard for whether the 
prior art means or step was equivalent to the corresponding 
structure, material or acts described in the specification. How- 
ever, in Donaldson the Federal Circuit stated that: Per our 
holding, the “broadest reasonable interpretation” that an exam- 
iner may give means-plus-function language is that statutorily 
mandated in paragraph six. Accordingly, the PTO may not 
disregard the structure disclosed in the specification corres- 
ponding to such language when rendering a patent ability deter- 
mination.'! Thus, effective immediately, examiners shall 
interpret a § 112, 6th paragraph “means or step plus function” 
limitation in a claim as limited to the corresponding structure, 
materials or acts described in the specification and equivalents 
thereof in accordance with the following guidelines. 


I. Identifying a § 112, 6th paragraph limitation 


Although there is no magic language that must appear in a 
claim in order for it to fall within the scope of § 112, 6th 
paragraph, it must be clear that the element in the claim is set 
forth, at least in part, by the function it performs as opposed 


'In re Donaldson, 29 USPQ2d 1845, 1850 (Fed. Cir. 1994). 
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to the specific structure, material, or acts that perform the 
function. Limitations that fall within the scope of § 112, 6th 
paragraph include: (1) a jet driving device so constructed and 
located on the rotor as to drive the rotor . . .” [“means” unneces- 
sary] 

(2) “printing means” and “means for printing” would have 
the same connotations* 

(3) force generating means adapted to provide . . . 

(4) call cost register means, including a digital display for 
providing a substantially instantaneous display for . . ~ 

(5) reducing the coefficient of friction of the resulting film® 
[step plus function; “step” unnecessary], and 

(6) raising the Ph of the resultant pulp to about 5.0 to 
precipitate . . .’ 

In the event that it is unclear whether the claim limitation 
falls within the scope of § 112, 6th paragraph, a rejection under 
§ 112, 2d paragraph may be appropriate. Donaldson does not 
affect the holding of Jn re Hyatt, 708 F.2d 712, 218 USPQ 
195 (Fed. Cir. 1983) to the effect that a single means claim 
does not comply with the enablement requirement of § 112, 
first paragraph. As Donaldson applies only to an interpretation 
of a limitation drafted to correspond to § 112, 6th paragraph, 
which by its terms is limited to “an element in a claim to a 
combination,” it does not affect a limitation in a claim which 
is not directed to a combination. 


4 


II. Examining procedure 


A. Scope of the Search and Identification of the Prior Art 

As noted above, in Donaldson the Federal Circuit recognized 
that it is important to retain the principle that claim language 
should be given its broadest reasonable interpretation. This 
principle is important because it helps insure that the statutory 
presumption of validity attributed to each claim of an issued 
patent is warranted by the search and examination conducted 
by the examiner. It is also important from the standpoint that 
the scope of protection afforded by patents issued prior to 
Donaldson are not unnecessarily limited by the latest interpreta- 
tion of this statutory provision. Finally, it is important from the 
standpoint of avoiding the necessity for a patent specification to 
become a catalogue of existing technology.” 

The Donaldson decision thus does not substantially alter 
examining practice and procedure relative to the scope of the 
search. Both before and after Donaldson, the application of a 
prior art reference to a means or step plus function limitation 
requires that the prior art element perform the identical function 
specified in the claim. However, if a prior art reference teaches 
identity of function to that specified in a claim, then under 
Donaldson an examiner carries the initial burden of proof for 
showing that the prior art structure or step is the same as or 
equivalent to the structure, material, or acts described in the 
specification which has been identified as corresponding to the 
claimed means or step plus function. 

The “means or step plus function” limitation should be inter- 
preted in a manner consistent with the specification disclosure. 
If the specification defines what is meant by the limitation for 
the purposes of the claimed invention, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 
the scope of the limitation. 


B. Making a prima facie case of equivalence 


The term “device” coupled with a function is a proper definition of structure in 
accordance with the last paragraph of § 112. The addition of the words “jet driving” 
to the term “device” merely renders the latter more definite and specific. Ex partes 
Stanley, 121 USPQ 621 (Bd. App. 1958). 

Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). However, the terms “plate” and 
“wing”, as modifiers for the structureless term “means”, specify no function to be 
performed, and do not fall under the last paragraph of § 112. 

‘De Graffereid v. U.S., 20 Ct. Cl. 458, 16 USPQ2d 1321 (Ct. Cl. 1990) 
‘Intellicall Inc. v. Phonometrics, Inc, 952 F.2d 1384, 21 USPQ2d 1383 (Fed. Cir 
1992). 

*In re Roberts, 470 F.2d 1399, 176 USPQ 313 (CCPA 1973). 

Ex parte Zimmerley, 153 USPQ 367 (Bd. App. 1966) 

*A patent specification need not teach, and preferably omits, what is well known 
in the art. Hybritech Inc. y. Monoclonal Antibodies. Inc., 802 F.2d 1367, 1384, 
231 USPQ 81, 94 (Fed. Cir. 1986). 
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If the examiner finds that a prior art element performs the 
function specified in the claim, and is not excluded by any 
explicit definition provided in the specification for an equiva- 
lent, the examiner should infer from that finding that the prior 
art element is an equivalent, and should then conclude that the 
claimed limitation is anticipated by the prior art element. The 
burden then shifts to applicant’ to show that the element shown 
in the prior art is not an equivalent of the structure, material 
or acts disclosed in the application. Jn re Mulder, 716 F.2d 
1542, 219 USPQ 189 (Fed. Cir. 1983).'°The factors to be consid- 
ered when determining whether the applicant has successfully 
met the burden of proving that the prior art element is not 
equivalent to the structure, material or acts described in the 
applicant’s specification are discussed below. 

However, even where the applicant has met that burden of 
proof and has shown that the prior art element is not equivalent 
to the structure, material or acts described in the applicant’s 
specification, the examiner must still make a § 103 analysis to 
determine if the claimed means or step plus function is obvious 
from the prior art to one of ordinary skill in the art. Thus, while 
a finding of non-equivalence prevents a prior art element from 
anticipating a means or step plus function limitation in a claim, 
it does not prevent the prior art element from rendering the 
claim limitation obvious to one of ordinary skill in the art. 

Because the exact scope of an “equivalent” may be uncertain, 
it would be appropriate to apply a § 102/§ 103 rejection where 
the balance of the claim limitations are anticipated by the prior 
art relied on.'' In addition, although it is normally the best 
practice to rely on only the best prior art references in rejecting 
a claim, alternative grounds of rejection may be appropriate 
where the prior art shows elements that are different from each 
other, and different from the specific structure, material or acts 
described in the specification, yet perform the function specified 
in the claim. 


C. Determining whether an applicant has met the burden of 
proving non-equivalence after a prima facie case is made 

If the applicant disagrees with the inference of equivalence 
drawn from a prior art reference, the applicant may provide 
reasons why the applicant believes the prior art element should 
not be considered an equivalent to the specific structure, mate- 
rial or acts disclosed in the specification. Such reasons may 
include, but are not limited to: 1) teachings in the specification 
that particular prior art is not equivalent, 2) teachings in the 
prior art reference itself that may tend to show non-equivalence, 
or 3) Rule 132 affidavit evidence of facts tending to show non- 
equivalence. 

When the applicant relies on teachings in applicant’s own 
specification, the examiner must make sure that the applicant 
is interpreting the “means or step plus function” limitation in 
the claim in a manner which is consistent with the disclosure 
in the specification. If the specification defines what is meant 
by “equivalents” to the disclosed embodiments for the purpose 


°No further analysis of equivalents is required of the examiner until applicant 
disagrees with the examiner's conclusion, and provides reasons why the prior art 
element should not be considered an equivalent 

"See also, In re Walter, 618 F.2d at 768, 205 USPQ at 407-08, (a case treating § 
112, 6th paragraph, in the context of a determination of statutory subject matter 
and noting “If the functionally-defined disclosed means and their equivalents are 
so broad that they encompass any and every means for performing the recited 
functions . . . the burden must be placed on the applicant to demonstrate that the 
claims are truly drawn to specific apparatus distinct from other apparatus capable 
of performing the identical functions”); In re Swinehart, 439 F.2d 210, 212-13, 169 
USPQ 226, 229 (C.C.P.A. 1971)(a case in which the CCPA treated as improper a 
rejection under § 112, 2d paragraph, of functional language, but noted that “where 
the Patent Office has reason to believe that a functional limitation asserted to be 
critical for establishing novelty in the claimed subject matter may, in fact, be an 
inherent characteristic of the prior art, it possesses the authority to require the 
applicant to prove that the subject matter shown to be in the prior art does not 
possess the characteristics relied on”); and Jn re Fitzgerald, 619 F.2d 67, 205 USPQ 
594 (CCPA 1980)(a case indicating that the burden of proof can be shifted to the 
applicant to show that the subject matter of the prior art does not possess the 
characteristic relied on whether the rejection is based on inherency under § 102 or 
obviousness under § 103) 

"A similar approach is authorized in the case of product-by- process claims because 
the exact identity of the claimed product or the prior art product cannot be determined 
by the examiner. /n re Brown, 450 F.2d 531, 173 USPQ 685 (CCPA 1972) 
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of the claimed means or step plus function, the examiner should 
interpret the limitation as having that meaning. If no definition 
is provided, some judgment must be exercised in determining 
the scope of “equivalents.” Generally, an “equivalent” is inter- 
preted as embracing more than the specific elements described 
in the specification for performing the specified function, but 
less than any element that performs the function specified in 
the claim. 

The scope of equivalents embraced by a claim limitation is 
dependent on the interpretation of an “equivalent.” The interpre- 
tation will vary depending on how the element is described in 
the supporting specification. The claim may or may not be 
limited to particular structure, material or acts (e.g. steps) as 
opposed to any and all structure, material or acts performing 
the claimed function, depending on how the specification treats 
that question. 

If the disclosure is so broad as to encompass any and all 
structure, material cr acts for performing the claimed function, 
the claims must be read accordingly when determining patent- 
ability. When this happens the limitation otherwise provided 
by “equivalents” ceases to be a limitation on the scope of the 
claim in that an equivalent would be any structure, material or 
act other than the ones described in the specification that per- 
form the claimed function. For example, this situation will 
often be found in cases where (1) the claimed invention is a 
combination of elements, one or more of which are selected 
from elements that are old per se, or (2) apparatus claims are 
treated as indistinguishable from method claims."’ 

On the other end of the spectrum, the “equivalents” limitation 
as applied to a claim may also operate to constrict the claim 
scope to the point of covering virtually only the disclosed 
embodiments. This can happen in circumstances where the 
specification describes the invention only in the context of a 
specific structure, material or act that is used to perform the 
function specified in the claim. 

When deciding whether an applicant has met the burden of 
proof with respect to showing non-equivalence of a prior art 
element that performs the claimed function, the following fac- 
tors may be considered. First, unless an element performs the 
identical function specified in the claim, it cannot be an equiva- 
lent for the purposes of § 112, 6th paragraph." 

Second, while there is no litmus test for an “equivalent” that 
can be applied with absolute certainty and predictability, there 
are several indicia that are sufficient to support a conclusion 
that one element is or is not an “equivalent” of a different 
element in the context of § 112, 6th paragraph. Among the 
indicia that will support a conclusion that one element is or is 
not equivalent of another are: 

1) Whether the prior art element performs the function speci- 
fied in the claim in substantially the same way, and produces 
substantially the same results as the corresponding element 
disclosed in the specification.’ 

2) Whether a person of ordinary skill in the art would have 
recognized the interchangeability of the element shown in the 
prior art for the corresponding element disclosed in the specifi- 
cation.’® 


To interpret “means plus function” limitations as limited to a particular means set 
forth in the specification would nullify the provisions of § 112 requiring that the 
limitation shall be construed to cover the structure described in the specification 
and equivalents thereof. D.M.1., Inc. v. Deere & Co., 755 F.2d 1570, 1574, 225 
USPQ 236, 238 (Fed. Cir. 1985), 

See, for example, In re Meyer, 688 F.2d 789, 215 USPQ 193 (1982); in re Abele, 
618 F.2d at 768, 205 USPQ at 407-08; /n re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (C.C.P.A. 1980); In re Maucorps, 609 F.2d 481, 203 USPQ 812 
(C.C.P.A. 1979); In re Johnson, 589 F.2d 1070, 200 USPQ 199 (C.C.P.A. 1978); 
and In re Freeman, 573 F.2d at 1246, 197 USPQ at 471 
‘Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 4 USPQ2d 1737 (Fed. 
Cir 1987), cert. denied, 484 U.S. 961 (1988) 

‘Lockheed Aircraft Corporation v. United States, 193 USPQ 449, 461 (Ct. Cl. 1977) 
Graver Tank concepts of equivalents are relevant to any “equivalents” determination. 
Polumbo v. Don-Joy Co., 762 F.2d 969, 975, n. 4, 226 USPQ 5, 8-9, n. 4 (Fed 
Cir. 1985), 

“Lockheed Aircraft Corporation y. United States, 193 USPQ 449, 461 (Ct. cl. 1977). 
Data Line corp. v. Micro Technologies, Inc., 813 F.2d 1196, 1 USPQ2d 2052 (Fed. 
Cir. 1987) 
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3) Whether the prior art element is a structural equivalent 
of the corresponding element disclosed in the specification 
being examined. 

"That is, the prior art element performs the function specified 
in the claim in substantially the same manner as the function 
is performed by the corresponding element described in the 
specification. 

4) Whether the structure, material or acts disclosed in the 
specification represents an insubstantial change which adds 
nothing of significance to the prior art element.'* 

These examples are not intended to be an exhaustive list of 
the indicia that would support a finding that one element is or 
is not an equivalent of another element for the purposes of § 
112, 6th paragraph. A finding according to any of the above 
examples would represent a sufficient, but not the only possible, 
basis to support a conclusion that an element is or is not an 
equivalent. There could be other indicia that also would support 
the conclusion. 

In determining whether arguments or Rule 132 evidence 
presented by an applicant are persuasive that the element shown 
in the prior art is not an equivalent, the examiner should consider 
and weigh as many of the above-indicated or other indicia as 
are presented by applicant, and should determine whether, on 
balance, the applicant has met the burden of proof to show 
non-equivalence. However, under no circumstance should an 
examiner accept as persuasive a bare statement or opinion that 
the element shown in the prior art is not an equivalent embraced 
by the claim limitation. Moreover, if an applicant argues that 
the “means” or “step” plus function language in a claim is 
limited to certain specific structural or additional functional 
characteristics (as opposed to “equivalents” thereof) where the 
specification does not describe the invention as being only 
those specific characteristics, the claim should not be allowed 
until the claim is amended to recite those specific structural or 
additional functional characteristics.'® 

Finally, as in the past, applicant has the opportunity during 
proceedings before the Office to amend the claims so that the 
claimed invention meets all the statutory criteria for patent- 


ability. An applicant may choose to amend the claim by further 
limiting the function so that there is no longer identity of 
function with that taught by the prior art element, or the appli- 
cant may choose to replace the claimed means plus function 
limitation with specific structure material or acts that are not 
described in the prior art. 


D. Related issues under Section 112, first or secondpara- 
graphs 

The Donaldson decision may create some uncertainty as to 
what applicant regards as the invention. If this issue arises, it 
should be addressed in a rejection under § 112, 2d paragraph. 
While § 112, 6th paragraph permits a particular form of claim 
limitation, it cannot be read as creating an exception either to 
the description, enablement or best mode requirements of the 
paragraph or the definiteness requirement of the 2d paragraph 
of § 112. In re Knowlton, 481 F.2d 1357, 178 USPQ 486 
(CCPA 1973). 

If a “means or step plus function” limitation recited in a 
claim is not supported by corresponding structure, material or 
acts in the specification disclosure, the following rejections 
should be considered: (1) under § 112, Ist paragraph, as not 
being supported by an enabling disclosure because the person 
skilled in the art would not know how to make and use the 
invention without a description of elements to perform the 
function;” (2) under § 112, 2d paragraph, as being indefinite 
because the element or step is not defined in the specification 


In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 

* Valmont Industries. Inc. v. Reinke Manufacturing Co. Inc., 983 F.2d 1039, 25 
USPQ2d 1451 (Fed. Cir. 1993). 
'’ Otherwise, a claim could be allowed having broad functional language which in 
reality is limited to only the specific structure or steps disclosed in the specification. 
This would be contrary to public policy of granting patents which provide adequate 
notice the public as to a claim’s true scope. 

“The description of an apparatus with block diagrams describing the function, but 
not the structure, of the apparatus is not fatal under the enablement requirement of 
§ 112, Ist paragraph, as long as the structure is conventional and can be determined 
without an undue amount of experimentation. /n re Ghiron, 442 F.2d 985, 991, 
169 USPQ 723, 727 (CCPA 1971). 
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by corresponding structure, material or acts; and (3) under §§ 
102 or 103 where the prior art anticipates or renders obvious 
the claimed subject matter including the means or step that 
performs the function specified in the claim. [Theory: since 
there is no corresponding structure, etc. in the specification to 
limit the means or step plus function limitation, an equivalent 
is any element that performs the specified function]. 


Ill. Avoid confusion with the doctrine of equivalents 


An “equivalent” for the purposes of § 112, 6th paragraph, 
should not be confused with the doctrine of equivalents. The 
doctrine of equivalents, most often associated with Graver 
Tank & Mfg. Co. v. Linde Air Products, 339 U.S. 605, 85 
USPQ 328 (1950), is sometimes applied to do equity among 
the parties before the court in an infringement action involving 
an issued patent. The doctrine typically involves a three-part 
inquiry - whether an accused device performs substantially 
the same function, in substantially the same way, to obtain 
substantially the same result as the claimed invention. Section 
§ 112, 6th paragraph limits the scope of the broad language 
of “means or step plus function” limitations, in a claim to a 
combination, to the structures, materials and acts described 
in the specification and equivalents thereof. The doctrine of 
equivalents equitably expands exclusive patent rights beyond 
the literal scope of a claim.”' Accordingly, decisions involving 
the doctrine of equivalents should not unduly influence a deter- 
mination under § 112, 6th paragraph during ex parte examina- 
tion. 
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Department of Commerce 
Patent and Trademark Office 


[Docket No. 950706172-5172-01] 
Utility Examination Guidelines 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of patent applications for compliance 
with the utility requirement. Because these guidelines govern 
internal practices, they are exempt from notice and comment 
and delayed effective date rulemaking requirements under 5 
U.S.C. § 553(b)(A). 

Effective Date: July 14, 1995. 

For Further Information Contact: Jeff Kushan by telephone 
at (703) 305-9300, by fax at (703) 305-8885, by electronic 
mail at kushan@uspto.gov, or by mail marked to his attention 
addressed to the Commissioner of Patents and Trademarks, 
Box 4, Washington, D.C. 20231. 


Supplementary Information 


I. Discussion of Public Comments 


Forty-four comments were received by the Office in response 
to the request for public comment on the proposed version of 
utility guidelines published on January 3, 1995 (60 FR 97). 
All comments have been carefully considered. A number of 
changes have been made to the examining guidelines and the 
legal analysis supporting the guidelines in response to the com- 
ments received. 

Many of the individuals responding to the request for public 
comments suggested that the Office address the relationship 
between the requirements of 35 U.S.C. § 112, first paragraph, 
and 35 U.S.C. § 101. The Office has amended the guidelines 
to provide a clarification consistent with these requests. The 
guidelines now specify that any rejection based on a “lack of 
utility” under § 101 should be accompanied by a rejection 
based upon § 112, first paragraph. The guidelines also specify 
that the procedures for imposition and review of rejections 
based on lack of utility under § 101 shall be followed with 
respect to the § 112 rejection that accompanies the § 101 
rejection. 


Valmont Industries Inc. v. Reinke Manufacturing Co., Ind., 
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A suggestion was made that the guidelines should be modi- 
fied to provide that an application shall be presumed to be 
compliant with § 112, first paragraph, if there is no proper 
basis for imposing a § 101 rejection. This suggestion has not 
been followed. Instead, the guidelines specify that § 112, first 
paragraph, deficiencies other than those that are based on a 
lack of utility be addressed separately from those based on lack 
of utility for the invention. 

Several individuals suggested that the guidelines address 
how § 101 compliance will be reviewed for products that are 
either intermediates or whose ultimate function or use is 
unknown. The Office has amended the guidelines to clarify 
how it will interpret the “specific utility” requirement of § 101. 

Some individuals suggested that the guidelines be amended 
to preclude Examiners from requiring that an applicant delete 
references made in the specification to the utility of an invention 
which are not necessary to support an asserted utility of the 
claimed invention. The guidelines have been amended consis- 
tent with this suggestion. 

One individual suggested that the legal analysis be amended 
to emphasize that any combination of evidence from in vitro 
or in vivo testing can be sufficient to establish the credibility 
of an asserted utility. The legal analysis has been amended 
consistent with this recommendation. 

A number of individuals questioned the legal status of the 
guidelines, particularly with respect to situations where an 
applicant believes that a particular Examiner has failed to follow 
the requirements of the guidelines in imposing a rejection under 
§ 101. The guidelines and the legal analysis supporting the 
guidelines govern the internal operations of the Patent and 
Trademark Office. They are not intended to, nor do they have 
the force and effect of law. As such they are not substantive 
tules creating or altering the rights or obligations of any party. 
Rather, the guidelines define the procedures to be followed 
by Office personnel in their review of applications for § 101 
compliance. The legal analysis supporting the guidelines articu- 
lates the basis for the procedures established in the guidelines. 
Thus, an applicant who believes his or her application has been 
rejected in a manner that is inconsistent with the guidelines 
should respond substantively to the grounds of the rejection. 
“Non-compliance” with the guidelines will not be a petitionable 
or appealable action. 

Some individuals suggested that the guidelines and legal 
analysis be amended to specify that the Office will reject an 
application for lacking utility only in those situations where 
the asserted utility is “incredible.” This suggestion has not been 
adopted. The Office has carefully reviewed the legal precedent 
governing application of the utility requirement. Based on that 
review, the Office has chosen to focus the review for compli- 
ance with § 101 and § 112, first paragraph, on the “credibility” 
of an asserted utility. 

Some individuals suggested that the guidelines be amended 
to address how a generic claim that covers many discrete species 
will be assessed with regard to the “useful invention” require- 
ments of §§ 101 and 112 when one or more, but not all, species 
within the genus do not have a credible utility. The guidelines 
have been amended to clarify how the Office will address 
applications in which genus claims are presented that encom- 
pass species for which an asserted utility is not credible. The 
legal analysis makes clear that any rejection of any claimed 
subject matter based on lack of utility must adhere to the 
standards imposed by these guidelines. This is true regardless 
of whether the claim defines only a single embodiment of the 
invention, multiple discrete embodiments of the invention, or 
a genus encompassing many embodiments of the invention. 
As cast in the legal analysis and the guidelines, the focus of 
examination is the invention as it has been defined in the claims. 

Some individuals questioned whether the guidelines and the 
legal analysis govern actions taken by Examining Groups other 
than Group 1800 or the Board of Patent Appeals and Interfer- 
ences. The guidelines apply to all Office personnel, and to the 
review of all applications, regardless of field of technology. 

In addition to the changes made in response to comments 
from the public, the Office has amended the guidelines to clarify 
the procedure to be followed when an applicant has failed to 
identify a specific utility for an invention. The guidelines now 
provide that where an applicant has made no assertion as to 
why an invention is believed useful, and it is not immediately 
apparent why the invention would be considered useful, the 
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Office will reject the application as failing to identify any 
specific utility for the invention. The legal analysis has also 
been amended to address evaluation of this question. 


II. Guidelines for Examination of Applications for Compli- 
ance with the Utility Requirement 


A. Introduction 

The following guidelines establish the policies and proce- 
dures to be followed by Office personnel in the evaluation of 
any application for compliance with the utility requirements 
of 35 U.S.C. § 101 and § 112. The guidelines also address issues 
that may arise during examination of applications claiming 
protection for inventions in the field of biotechnology and 
human therapy. The guidelines are accompanied by an overview 
of applicable legal precedent governing the utility requirement. 
The guidelines have been promulgated to assist Office per- 
sonnel in their review of applications for compliance with the 
utility requirement. The guidelines and the legal analysis do 
not alter the substantive requirements of 35 U.S.C. § 101 and 
§ 112, nor are they designed to obviate review of applications 
for compliance with this statutory requirement. 

B. Examination Guidelines for the Utility Requirement 

Office personnel shall adhere to the following procedures 
when reviewing applications for compliance with the “useful 
invention” (“utility”) requirement of 35 U.S.C. § 101 and 35 
U.S.C. § 112, first paragraph. 

1. Read the specification, including the claims, to: 

a) determine what the applicant has invented, noting any 
specific embodiments of the invention; 

a) ensure that the claims define statutory subject matter (e.g., 
a process, machine, manufacture, or composition of matter); 

b) note if applicant has disclosed any specific reasons why 
the invention is believed to be “useful.” 

2. Review the specification and claims to determine if the 
applicant has asserted any credible utility for the claimed inven- 
tion: 

a) If the applicant has asserted that the claimed invention is 
useful for any particular purpose (i.¢., a “specific utility”) and 
that assertion would be considered credible by a person of 
ordinary skill in the art, do not impose a rejection based on 
lack of utility. Credibility is to be assessed from the perspective 
of one of ordinary skill in the art in view of any evidence of 
record (e.g., data, statements, opinions, references, etc.) that is 
relevant to the applicant’s assertions. An applicant must provide 
only one credible assertion of specific utility for any claimed 
invention to satisfy the utility requirement. 

b) If the invention has a well-established utility, regardless 
of any assertion made by the applicant, do not impose a rejection 
based on lack of utility. An invention has a well-established 
utility if a person of ordinary skill in the art would immediately 
appreciate why the invention is useful based on the characteris- 
tics of the invention (e.g., properties of a product or obvious 
application of a process). 

c) If the applicant has not asserted any specific utility for 
the claimed invention and it does not have a well established 
utility, impose a rejection under § 101, emphasizing that the 
applicant has not disclosed a specific utility for the invention. 
Also impose a separate rejection under § 112, first paragraph, 
on the basis that the applicant has not shown how to use the 
invention due to lack of disclosure of a specific utility. The § 
101 and § 112, rejections should shift the burden to the applicant 
to: 

— explicitly identify a specific utility for the claimed inven- 

tion, and 

— indicate where support for the asserted utility can be 

found in the specification. 


Review the subsequently asserted utility by the applicant 
using the standard outlined in paragraph (2)(a) above, and 
ensure that it is fully supported by the original disclosure. 


3. If no assertion of specific utility for the claimed invention 
made by the applicant is credible, and the claimed invention 
does not have a well-established utility, reject the claim(s) 
under § 101 on the grounds that the invention as claimed lacks 
utility. Also reject the claims under § 112, first paragraph, on 
the basis that the disclosure fails to teach how to use the 
invention as claimed. The § 112, first paragraph, rejection 
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imposed in conjunction with a § 101 rejection should incorpo- 
rate by reference the grounds of the corresponding § 101 rejec- 
tion and should be set out as a rejection distinct from any other 
rejection under § 112, first paragraph, not based on lack of 
utility for the claimed invention. 

To be considered appropriate by the Office, any rejection 
based on lack of utility must include the following elements: 

a) A prima facie showing that the claimed invention has no 
utility. 

A prima facie showing of no utility must establish that it is 
more likely than not that a person skilled in the art would not 
consider credible any specific utility asserted by the applicant 
for the claimed invention. A prima facie showing must contain 
the following elements: 


i) a well-reasoned statement that clearly sets forth the 
reasoning used in concluding that the asserted utility is not 
credible; 

ii) support for factual findings relied upon in reaching this 
conclusion; and 

iii) support for any conclusions regarding evidence pro- 
vided by the applicant in support of an asserted utility. 


b) Specific evidence that supports any fact-based assertions 
needed to establish the prima facie showing. 


Whenever possible, Office personnel must provide documen- 

tary evidence (e.g., scientific or technical journals, excerpts 
from treatises or books, or U.S. or foreign patents) as the form 
of support used in establishing the factual basis of a prima 
facie showing of no utility according to items (a)(ii) and (a)(iii) 
above. If documentary evidence is not available, Office per- 
sonnel shall note this fact and specifically explain the scientific 
basis for the factual conclusions relied on in sections (a)(ii) 
and (a)(iii). 
4. A rejection based on lack of utility should not be maintained 
if an asserted utility for the claimed invention would be consid- 
ered credible by a person of ordinary skill in the art in view 
of all evidence of record. 


Once a prima facie showing of no utility has been properly 
established, the applicant bears the burden of rebutting it. The 
applicant can do this by amending the claims, by providing 
reasoning or arguments, or by providing evidence in the form 
of a declaration under 37 CFR 1.132 or a printed publication, 
that rebuts the basis or logic of the prima facie showing. If the 
applicant responds to the prima facie rejection, Office personnel 
shall review the original disclosure, any evidence relied upon 
in establishing the prima facie showing, any claim amendments 
and any new reasoning or evidence provided by the applicant 
in support of an asserted utility. It is essential for Office per- 
sonnel to recognize, fully consider and respond to each substan- 
tive element of any response to a rejection based on lack of 
utility. Only where the totality of the record continues to show 
that the asserted utility is not credible should a rejection based 
on lack of utility be maintained. 

If the applicant satisfactorily rebuts a prima facie rejection 
based on lack of utility under § 101, withdraw the § 101 
rejection and the corresponding rejection imposed under § 112, 
first paragraph, per paragraph (3) above. 

Office personnel are reminded that they must treat as true 
a statement of fact made by an applicant in relation to an 
asserted utility, unless countervailing evidence can be provided 
that shows that one of ordinary skill in the art would have a 
legitimate basis to doubt the credibility of such a statement. 
Similarly, Office personnel must accept an opinion from a 
qualified expert that is based upon relevant facts whose accu- 
racy is not being questioned; it is improper to disregard the 
opinion solely because of a disagreement over the significance 
or meaning of the facts offered. 


III. Additional Information 


The PTO has prepared an analysis of the law governing the 
utility requirement to support the guidelines outlined above. 
Copies of the legal analysis can be obtained from Jeff Kushan, 
who can be reached using the information indicated above. 


July 3, 1995 BRUCE A. LEHMAN 
Assistant Secretary of Commerce 

and Commissioner of Patents 

and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


[Docket No. 970129014-7014-01) 
RIN 0651-XX09 


Interim Guidelines for the Examination of Claims Directed 
to Species of Chemical Compositions Based Upon a Single 
Prior Art Reference 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 


Summary: The Patent and Trademark Office (PTO) requests 
comments from any interested member of the public on interim 
guidelines to be used by office personnel in their review of 
patent applications which contain claims directed to a species 
or subgenus of chemical compositions for compliance with 35 
U.S.C. § 103 based upon a single prior art reference which 
discloses a genus embracing the claimed species or subgenus 
but does not expressly describe the particular claimed species 
or subgenus. 


Dates: The interim guidelines are effective February 11, 1997. 
Written comments on the interim guidelines will be accepted 
by the PTO until April 14, 1997. 


Addresses: Written comments should be addressed to the atten- 
tion of Linda Moncys Isacson, Office of the Solicitor, P.O. 
Box 15667, Arlington, Virginia 22215 or to Linda S. Therkorn, 
Box Comments, Assistant Commissioner for Patents, Wash- 
ington, D.C. 20231, or by facsimile transmission to (703) 305- 
9373 or by electronic mail to baird-comments @uspto.gov. 


Written comments will be made available for public inspec- 
tion at the Patent Search Room, Crystal Plaza 3, 2021 South 
Clark Place, Arlington, Va. In addition, comments provided in 
machine-readable format will be available through the PTO’s 
Website at http://www.uspto.gov. 


For Further Information Contact: Linda Moncys Isacson, 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215 or Linda S. Therkorn, Box Comments, Assistant Com- 
missioner for Patents, Washington, D.C. 20231, or by facsimile 
transmission to (703) 305-9373 or by electronic mail to baird- 
comments @uspto.gov. 


Supplementary Information: The Commissioner of Patents and 
Trademarks issued a Notice in the Official Gazette (O.G.) on 
April 17, 1995 (1174 O.G. 68), withdrawing the Office’s March 
22, 1994 O.G. Notice (1161 O.G. 314). Both notices were 
entitled “In re Baird.” Pursuant to the April 17, 1995 O.G. 
Notice, the following interim examination guidelines are being 
published for public comment. The purpose of these guidelines 
is to assist PTO personnel in the examination of applications 
which contain claims directed to a species or subgenus of 
chemical compositions for compliance with 35 U.S.C. § 103 
based upon a single prior art reference which discloses a genus 
embracing the claimed species or subgenus but does not 
expressly describe the particular claimed species or subgenus. 
Therefore, these interim guidelines will be referred to as 
“Genus-Species Guidelines.” 


It has been determined that these interim guidelines are not a 
significant rule for purposes of Executive Order 12866. Because 
these guidelines govern internal practices, they are exempt from 
notice and comment rulemaking under 5 U.S.C. § 553(b)(A). 

Members of the public may present written comments on 
these guidelines. Written comments should include the fol- 
lowing information: 


—Name and affiliation of the individual responding; 

—An indication of whether the comments offered represent 
views of the respondent’s organization or are the respon- 
dent’s personal views; and 


—If applicable, information on the respondent’s organization, 


including the type of organization (e.g., business, trade group, 
university, nonprofit organization). 
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The PTO is particularly interested in comments relating to the 
accuracy of the emphasized prior art teachings, and comments 
identifying any additional teachings that should be emphasized 
in determining whether a prima facie case of obviousness exists 
in the types of cases covered by these interim guidelines. The 
PTO is also interested in comments relating to the effect these 
guidelines may have on future application submissions. 


February 5, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


I. Interim Guidelines for the Examination of Claims 
Directed to Species of Chemical Compositions Based Upon 
a Single Prior Art Reference 


These “Genus-Species Guidelines” are to assist Office per- 
sonnel in the examination of applications which contain claims 
to species or a subgenus of chemical compositions for compli- 
ance with 35 U.S.C. § 103 based upon a single prior art reference 
which discloses a genus encompassing the claimed species or 
subgenus but does not expressly disclose the particular claimed 
species or subgenus. Office personnel should attempt to find 
additional prior art to show that the differences between the 
prior art primary reference and the claimed invention as a whole 
would have been obvious. Where such additional prior art is 
not found, Office personnel should follow these guidelines to 
determine whether a single reference 35 U.S.C. § 103 rejection 
would be appropriate. The guidelines are based on the Office’s 
current understanding of the law and are believed to be fully 
consistent with binding precedent of the Supreme Court, the 
Federal Circuit, and the Federal Circuit’s predecessor courts. 


The analysis of the guidelines begins at the point during 
examination after a single prior art reference is found disclosing 
a genus encompassing the claimed species or subgenus. Before 
reaching this point, Office personnel should follow normal 
examination procedures. Accordingly, Office personnel should 
first analyze the claims as a whole in light of and consistent 
with the written description, considering all claim limitations. ' 
Next, Office personnel should conduct a thorough search of 
the prior art and identify all relevant references. If the most 
relevant prior art consists of a single prior art reference dis- 
closing a genus encompassing the claimed species or subgenus, 
Office personnel should follow the guidelines set forth herein. 


These guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. Rather, they 
are to assist Office personnel in analyzing claimed subject 
matter for compliance with substantive law. Thus, rejections 
must be based upon the substantive law, and it is these rejections 
which are appealable, not any failure by Office personnel to 
follow these guidelines. 


Office personnel are to rely on these guidelines in the event 
of any inconsistent treatment of issues between these guidelines 
and any earlier provided guidance from the Office. 


II. Determine Whether the Claimed Species or Subgenus 
Would Have Been Obvious to One of Ordinary Skill in the 
Pertinent Art at the Time the Invention Was Made 


The patentability of a claim to a specific compound or sub- 
genus embraced by a prior art genus should be analyzed no 
differently than any other claim for purposes of 35 U.S.C. § 
103.’ A determination of patentability under 35 U.S.C. § 103 
should be made upon the facts of the particular case in view 
of the totality of the circumstances.‘ Use of per se rules by 
Office personnel is improper for determining whether claimed 
subject matter would have been obvious under 35 U.S.C. § 103.° 
The fact that a claimed species or subgenus is encompassed by 
a prior art genus is not sufficient by itself to establish a prima 
facie case of obviousness.° 


A proper obviousness analysis involves a three-step process. 
First, Office personnel should establish a prima facie case of 
unpatentability considering the factors set out by the Supreme 
Court in Graham v. John Deere.’ If a prima facie case is estab- 
lished, the burden shifts to applicant to come forward with 
rebuttal evidence or argument to overcome the prima facie 
case.* Finally, Office personnel should evaluate the totality of 
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the facts and all of the evidence to determine whether they still 
support a conclusion that the claimed invention would have 
been obvious to one of ordinary skill in the art at the time the 
invention was made.’ 


A. Establishing a Prima Facie Case of Obviousness 


To establish a prima facie case of obviousness in a genus- 
species chemical composition situation, as in any other 35 
U.S.C. § 103 case, it is essential that Office personnel find 
some motivation or suggestion to make the claimed invention 
in light of the prior art teachings." In order to find such motiva- 
tion or suggestion there should be a reasonable likelihood that 
the claimed invention would have the properties disclosed by 
the prior art teachings.'' These disclosed findings should be 
made with a complete understanding of the first three “Graham 
factors.”'* Thus, Office personnel should (1) determine the 
“scope and content of the prior art”; (2) ascertain the "differ- 
ences between the prior art and the claims at issue”; and (3) 
determine “the level of ordinary skill in the pertinent art.”"’ 


1. Determine The Scope and Content of the Prior Art 


As an initial matter, Office personnel should determine the 
scope and content of the relevant prior art. Each reference must 
qualify as prior art under 35 U.S.C. § 102,'* and should be in 
the field of applicant’s endeavor, or be reasonably pertinent to 
the particular problem with which the inventor was concerned.'* 

In the case of a prior art reference disclosing a genus, Office 
personnel should make findings as to (1) the structure of the 
disclosed prior art genus and that of any expressly described 
species or subgenus within the genus; (2) any physical or chem- 
ical properties and utilities disclosed for the genus, as well as 
any suggested limitations on the usefulness of the genus, and 
any problems alleged to be addressed by the genus; (3) the 
predictability of the technology; and (4) the number of species 
encompassed by the genus taking into consideration all of the 
variables possible. 

2. Ascertain The Differences Between the Prior Art Genus 
and the Claimed Species or Subgenus 


Once a relevant prior art genus is identified, Office personnel 
should compare it to the claimed species or subgenus to deter- 
mine the differences. Through this comparison, the closest 
disclosed species or subgenus in the prior art reference should 
be identified and compared to that claimed. Office personnel 
should make explicit findings on the similarities and differences 
between the closest prior art reference and the claimed species 
or subgenus including findings relating to similarity of struc- 
ture, chemical properties and utilities.’° 


3. Determine the Level of Skill in the Art 


Office personnel should evaluate the prior art from the stand- 
point of the hypothetical person having ordinary skill in the 
art at the time the claimed invention was made."’ In most cases, 
the only facts of record pertaining to the level of skill in the 
art will be found within the prior art reference. However, any 
additional evidence presented by applicant should be evaluated. 


4. Determine Whether One of Ordinary Skill in the Art 
Would Have Been Motivated to Select the Claimed Species 
or Subgenus 


In light of the findings made relating to the three Graham 
factors, Office personnel should determine whether one of ordi- 
nary skill in the relevant art would have been motivated to 
make the claimed invention as a whole, i.e., to select the claimed 
species or subgenus from the disclosed prior art genus.'* To 
address this key issue, Office personnel should consider all 
relevant prior art teachings, focusing on the following, where 
present. 


a. Consider the Size of the Genus 


Consider the size of the prior art genus, bearing in mind that 
size alone cannot support an obviousness rejection.'’ There is 
no absolute correlation between the size of the prior art genus 
and a conclusion of obviousness.” Thus, the mere fact that a 
prior art genus contains a small number of members does not 
create a per se rule of obviousness. Some motivation to select 
the claimed species or subgenus must be taught by the prior 
art.”' However, a genus may be so small that it would anticipate 
the claimed species or subgenus. For example, it has been held 
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that a prior art genus containing only 20 compounds inherently 
anticipated a claimed species within the genus because “one 
skilled in [the] art would . . . envisage each member” of the 
genus.” 


b. Consider the Express Teachings 


If the prior art reference expressly teaches a particular reason 
to select the claimed species or subgenus, Office personnel 
should point out the express disclosure which would have moti- 
vated one of ordinary skill in the art to select the claimed 
invention.” 


c. Consider the Teachings of Structural Similarity 


Consider any teachings of a “typical,” “preferred,” or 
“optimum” species or subgenus within the disclosed genus. If 
such a species or subgenus is structurally similar to that claimed, 
its disclosure may motivate one of ordinary skill in the art to 
choose the claimed species or subgenus from the genus,” based 
on the reasonable expectation that structurally similar species 
usually have similar properties. The utility of such properties 
will normally provide some motivation to make the claimed 
species or subgenus.” 


In making an obviousness determination, Office personnel 
should consider the number of variables which must be selected 
or modified, and the nature and significance of the differences 
between the prior art and the claimed invention.” The closer 
the physical and chemical similarities between the claimed 
species or subgenus and any exemplary species or subgenus 
disclosed in the prior art, the greater the expectation that the 
claimed subject matter will function in an equivalent manner 
to the genus.” 


Similarly, consider any teaching or suggestion in the refer- 
ence of a preferred species or subgenus that is significantly 
different in structure from the claimed species or subgenus. 
Such a teaching may weigh against selecting the claimed species 
or subgenus and thus against a determination of obviousness.” 
For example, teachings of preferred species of a complex nature 
within a disclosed genus may motivate an artisan of ordinary 
skill to make similar complex species and thus teach away 
from making simple species within the genus.” Concepts used 
to analyze the structural similarity of chemical compounds in 
other types of chemical cases are equally useful in analyzing 
genus-species cases.*' Generally, some teaching of a structural 
similarity will be necessary to suggest selection of the claimed 
species or subgenus.” 


d. Consider the Teachings of Similar Properties or Uses 


Consider the properties and utilities of the structurally similar 
prior art species or subgenus. It is the properties and utilities 
that provide real world motivation for a person of ordinary 
skill to make species structurally similar to those in the prior 
art.** Conversely, lack of any known useful properties weighs 
against a finding of motivation to make or select a species or 
subgenus. However, the prior art need not disclose a newly 
discovered property in order for there to be a prima facie case 
of obviousness.*° If the claimed invention and the structurally 
similar prior art species share a useful property, that will gener- 
ally be sufficient to motivate an artisan of ordinary skill to 
make the claimed species.” For example, based on a finding 
that a tri-orthoester and a tetra-orthoester behave similarly in 
certain chemical reactions, it has been held that one of ordinary 
skill in the relevant art would have been motivated to select 
either structure.*’ In fact, similar properties may normally be 
presumed when compounds are very close in structure.** Thus, 
evidence of similar properties weighs in favor of a conclusion 
that the claimed invention would have been obvious.” 


e. Consider the Predictability of the Technology 


Consider the predictability of the technology.’ If the tech- 
nology is unpredictable, it is less likely that structurally similar 
species will render a claimed species obvious because it may not 
be reasonable to infer that they would share similar properties.*! 
However, obviousness does not require absolute predictability, 
only a reasonable expectation of success, i.e., a reasonable 
expectation of obtaining similar properties.” 


f. Consider Any Other Teaching to Support the Selection 
of the Species or Subgenus 
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The categories of relevant teachings enumerated above are 
those most frequently encountered in a genus-species case, but 
they are not exclusive. Office personnel should consider the 
totality of the evidence in each case. In unusual cases, there may 
be other relevant teachings sufficient to support the selection 
of the species or subgenus and, therefore, a conclusion of 
obviousness. 


5. Make Express Fact-Findings And Determine Whether 
They Support A Prima Facie Case of Obviousness 


Based on the evidence as a whole,** Office personnel should 
make express fact-findings relating to the Graham factors, 
focusing primarily on the prior art teachings discussed above. 
The fact-findings should specifically articulate what teachings 
or suggestions in the prior art would have motivated one of 
ordinary skill in the art to select the claimed species or sub- 
genus.” Thereafter, it should be determined whether these find- 
ings, considered as a whole, support a prima facie case that 
the claimed invention would have been obvious to one of 
ordinary skill in the relevant art at the time the invention was 
made. 


B. Determining Whether Rebuttal Evidence Is Sufficient 
To Overcome the Prima Facie Case of Obviousness 


If a prima facie case of obviousness is established, the burden 
shifts to the applicant to come forward with arguments and/or 
evidence to rebut the prima facie case.*° Rebuttal evidence and 
arguments can be presented in the specification,*° by counsel,”’ 
or by way of an affidavit or declaration under 37 CFR 1.132. 
However, arguments of counsel cannot take the place of factu- 
ally supported objective evidence.” Office personnel should 
consider all rebuttal arguments and evidence presented by appli- 
cants.*’ Rebuttal evidence may include evidence of “secondary 
considerations,” such as “commercial success, long felt but 
unsolved needs, [and] failure of others,’*! evidence that the 
claimed invention yields unexpectedly improved properties or 
properties not present in the prior art,” or evidence that the 
claimed invention was copied by others.*’ It may also include 
evidence of the state of the art, the level of skill in the art, and 
the beliefs of those skilled in the art. 


Consideration of rebuttal evidence and arguments requires 
Office personnel to weigh the proffered evidence and argu- 
ments. Office personnel should avoid giving evidence no 
weight, except in rare circumstances. However, to be entitled 
to substantial weight, the applicant should establish a nexus 
between the rebuttal evidence and the claimed invention,” i.e., 
objective evidence of nonobviousness must be attributable to 
the claimed invention.*’ Additionally, the evidence must be 
reasonably commensurate in scope with the claimed invention.* 
However, an exemplary showing may be sufficient to establish 
a reasonable correlation between the showing and the entire 
scope of the claim, when viewed by a skilled artisan. On the 
other hand, evidence of an unexpected property may not be 
sufficient regardless of the scope of the showing.” Accordingly, 
each case should be evaluated individually based on the totality 
of the circumstances. 


Office personnel should not evaluate rebuttal evidence for its 
“knockdown” value against the prima facie case*' or summarily 
dismiss it as not compelling or insufficient. If the evidence is 
deemed insufficient to rebut the prima facie case of obvious- 
ness, Office personnel should specifically set forth the facts 
and reasoning that justify this conclusion. 


III. Reconsider All Evidence and Clearly Communicate 
Findings and Conclusions 


A determination under 35 U.S.C. § 103 should rest on all 
the evidence and should not be influenced by any earlier conclu- 
sion.” Thus, once the applicant has presented rebuttal evidence, 
Office personnel should reconsider any initial obviousness 
determination in view of the entire record.°* All the proposed 
rejections and their bases should be reviewed to confirm their 
correctness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the Office’s findings and conclusions, articulating how the 
conclusions are supported by the findings. 


Where applicable, the findings should clearly articulate 
which portions of the reference support any rejection. Explicit 
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findings on motivation or suggestion to select the claimed 
invention should also be articulated in order to support a 35 
U.S.C. § 103 ground of rejection.“ Conclusory statements of 
similarity or motivation, without any articulated rationale or 
evidentiary support, do not constitute sufficient factual findings. 


VI. Notes 


1. When evaluating the scope of a claim, every limitation 
in the claim must be considered. E.g., In re Ochiai, 71 F.3d 
1565, 1572, 37 USPQ2d 1127, 1133 (Fed. Cir. 1995). However, 
the claimed invention may not be dissected into discrete ele- 
ments to be analyzed in isolation, but must be considered as 
a whole. E.g., W.L. Gore & Assoc., Inc. v. Garlock, Inc., 721 
F.2d 1540, 1548, 220 USPQ 303, 309 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Jones v. Hardy, 727 F.2d 1524, 
1530, 220 USPQ 1021, 1026 (Fed. Cir. 1983) (“treating the 
advantage as the invention disregards the statutory requirement 
that the invention be viewed ‘as a whole””). 


2. Both claimed and unclaimed aspects of the invention 
should be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. 


3. “The section 103 requirement of unobviousness is no 
different in chemical cases than with respect to other categories 
of patentable inventions.” Jn re Papesch, 315 F.2d 381, 385, 
137 USPQ 43, 47 (CCPA 1963). 


4. E.g., In re Dillon, 919 F.2d 688, 692-93, 16 USPQ2d 
1897, 1901 (Fed. Cir. 1990) (in banc), cert. denied, 500 U.S. 
904 (1991). 


5. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996); In re Ochiai, 71 F.3d 1565, 1572, 37 
USPQ2d 1127, 1133 (Fed. Cir. 1995); In re Baird, 16 F.3d 
380, 382, 29 USPQ2d 1550, 1552 (Fed. Cir. 1994). 


6. In re Baird, 16 F.3d 380, 382, 29 USPQ2d 1550, 1552 
(Fed. Cir. 1994) (“The fact that a claimed compound may be 
encompassed by a disclosed generic formula does not by itself 


render that compound obvious.”); Jn re Jones, 958 F.2d 347, 
350 21 USPQ2d 1941; 1943 (Fed. Cir. 1992) (Federal Circuit 
has “decline[d] to extract from Merck [& Co. v. Biocraft Labo- 
ratories Inc., 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir. 1989)] 
the rule that regardless of how broad, a disclosure of a chemical 
genus renders obvious any species that happens to fall within 
it.”). See also In re Deuel, 51 F.3d 1552, 1559, 34 USPQ2d 
1210, 1215 (Fed. Cir. 1995). 


7. E.g., Inre Bell, 991 F.2d 781, 783, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993) (“The PTO bears the burden of establishing a 
case of prima facie obviousness.”); In re Rijckaert, 9 F.3d 
1531, 1532, 28 USPQ2d 1955, 1956 (Fed. Cir. 1993); In re 
Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. 
Cir. 1992). 


Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966), 
requires that to make out a case of obviousness, one must: (1) 
determine the scope and contents of the prior art; (2) ascertain 
the differences between the prior art and the claims in issue; 
(3) determine the level of skill in the pertinent art; and (4) 
evaluate any evidence of secondary considerations. 


8. E.g., Bell, 991 F.2d at 783-84, 26 USPQ2d at 1531; 
Rijckaert, 9 F.3d at 1532, 28 USPQ2d at 1956; Oetiker, 977 
F.2d at 1445, 24 USPQ2d at 1444. 


9. Id. 


10. E.g., In re Brouwer, 77 F.3d 422, 425, 37 USPQ2d 1663, 
1666 (Fed. Cir. 1996)(“[T]he mere possibility that one of the 
esters or the active methylene group-containing compounds . 
. . could be modified or replaced such that its use would lead 
to the specific sulfoalkylated resin recited in claim 8 does not 
make the process recited in claim 8 obvious ‘unless the prior 
art suggested the desirability of [such a] modification’ or 
replacement.”) (quoting Jn re Gordon, 733 F.2d 900, 902, 221 
USPQ 1125, 1127 (Fed. Cir. 1984); In re Vaeck, 947 F.2d 488, 
493, 20 USPQ2d 1438, 1442 (Fed. Cir. 1991) (“[A] proper 
analysis under § 103 requires, inter alia, consideration of . . . 
whether the prior artwould have suggested to those of ordinary 
skill in the art that they should make the claimed composition 
or device, or carry out the claimed process.”). 
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11. The prior art disclosure may be express, implicit, or 
inherent. Regardless of the type of disclosure, the prior art must 
provide some motivation to one of ordinary skill in the art to 
make the claimed invention in order to support a conclusion 
of obviousness. E.g., Vaeck, 947 F.2d at 493, 20 USPQ2d at 
1442 (A proper obviousness analysis requires consideration of 
“whether the prior art would also have revealed that in so 
making or carrying out [the claimed invention], those of ordi- 
nary skill would have a reasonable expectation of success.”’); 
In re Dow Chemical Co., 837 F.2d 469, 473, 5 USPQ2d 1529, 
1531 (Fed. Cir. 1988) (“The consistent criterion for determina- 
tion of obviousness is whether the prior art would have sug- 
gested to one of ordinary skill in the art that this process 
should be carried out and would have a reasonable likelihood 
of success, viewed in the light of the prior art.”); Hodosh v. 
Block Drug Co., 786 F.2d 1136, 1143 n.5, 229 USPQ 182, 
187 n.5 (Fed. Cir.), cert. denied, 479 U.S. 827 (1986). 


12. When evidence of secondary considerations such as unex- 
pected results is initially before the Office, for example in the 
specification, that evidence should be considered in deciding 
whether there is a prima facie case of obviousness. The determi- 
nation as to whether a prima facie case exists should be made on 
the full record before the Office at the time of the determination. 


13. Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 
467 (1966). Accord, e.g., In re Paulsen, 30 F.3d 1475, 1482, 
31 USPQ2d 1671, 1676 (Fed. Cir. 1994). 


14. E.g., Panduit Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 
1568, 1 USPQ2d 1593, 1597 (Fed. Cir.)(“Before answering 
Graham’s ‘content’ inquiry, it must be known whether a patent 
or publication is in the prior art under 35 U.S.C. § 102.”), cert. 
denied, 481 U.S. 1052 (1987). 


15. In re Oetiker, 977 F.2d 1443, 1447, 24 USPQ2d 1443, 
1445 (Fed. Cir. 1992). Accord, e.g., In re Clay, 966 F.2d 656, 
658-59, 23 USPQ2d 1058, 1060 (Fed. Cir. 1992). 


16. In Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 
1537, 218 USPQ 871, 877 (Fed. Cir. 1983), the Court noted 
that “the question under 35 U.S.C. § 103 is not whether the 
differences [between the claimed invention and the prior art] 
would have been obvious” but “whether the claimed invention 
as a whole would have been obvious.” (emphasis in original). 


17. See, Ryko Manufacturing Co. v. Nu-Star Inc., 950 F.2d 
714, 718, 21 USPQ2d 1053, 1057 (Fed. Cir. 1991) (“The impor- 
tance of resolving the level of ordinary skill in the art lies in 
the necessity of maintaining objectivity in the obviousness 
inquiry.”); Uniroyal Inc. v. Rudkin-Wiley Corp., 837 F.2d 1044, 
1050, 5 USPQ2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U.S. 
825 (1988) (evidence must be viewed from position of ordinary 
skill, not of an expert). 


18. E.g., Ochiai, 71 F.3d at 1569-70, 37 USPQ2d at 1131; 
Deuel, 51 F.3d at 1557, 34 USPQ2d at 1214 (“[A] prima facie 
case of unpatentability requires that the teachings of the prior 
art suggest the claimed compounds to a person of ordinary skill 
in the art.” (emphasis in original)); Jones, 958 F.2d at 351, 21 
USPQ2d at 1943-44 (Fed. Cir. 1992); Dillon, 919 F.2d at 692, 
16 USPQ2d at 1901; In re Lalu, 747 F.2d 703, 705, 223 USPQ 
1257, 1258 (Fed. Cir. 1984) (“The prior art must provide one 
of ordinary skill in the art the motivation to make the proposed 
molecular modifications needed to arrive at the claimed com- 
pound.”). See also In re Kemps, 97 F.3d 1427, 1430, 40 USPQ2d 
1309, 1311 (Fed. Cir. 1996) (discussing motivation to com- 
bine). 


19. See, e.g., Baird, 16 F.3d at 383, 29 USPQ2d at 1552 
(observing that “it is not the mere number of compounds in 
this limited class which is significant here but, rather, the total 
circumstances involved”). 


20. Id. 


21. See, e.g., Deuel, 51 F.3d at 1558-59, 34 USPQ2d at 1215 
(“No particular one of these DNAs can be obvious unless there 
is something in the prior art to lead to the particular DNA and 
indicate that it should be prepared.”); Baird, 16 F.3d at 382- 
83, 29 USPQ2d at 1552; Bell, 991 F.2d at 784, 26 USPQ2d 
at 1531 (“Absent anything in the cited prior art suggesting 
which of the 10° possible sequences suggested by Rinderknecht 
corresponds to the IGF gene, the PTO has not met its burden 
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of establishing that the prior art would have suggested the 
claimed sequences.”’). 


22. In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 
(CCPA 1962)(emphasis in original). Accord In re Schaumann, 
572 F.2d 312, 316, 197 USPQ 5, 9 (CCPA 1978)(prior art genus 
encompassing claimed species which disclosed preference for 
lower alkyl secondary amines and properties possessed by the 
claimed compound constituted description of claimed com- 
pound for purposes of 35 U.S.C. § 102(b)). Cf, In re Ruschig, 
343 F.2d 965, 974, 145 USPQ 274, 282 (CCPA 1965)(Rejection 
of claimed compound in light of prior art genus based on 
Petering is not appropriate where the prior art does not disclose 
a small recognizable class of compounds with common proper- 
ties.). 


23. An express teaching may be based on a statement in the 
prior art reference such as an art recognized equivalence. For 
example, see Merck & Co. v. Biocraft Labs., 874 F.2d 804, 
807, 10 USPQ2d 1843, 1846 (Fed. Cir.), cert. denied, 493 U.S. 
975 (1989)(holding claims directed to diuretic compositions 
comprising a specific mixture of amiloride and hydrochlorothi- 
azide were obvious over a prior art reference expressly teaching 
that amiloride was a pyrazinoylguanidine which could be co- 
administered with potassium excreting diuretic agents, 
including hydrochlorothiazide which was a named example, 
to produce a diuretic with desirable sodium and potassium 
eliminating properties). See also, In re Kemps, 97 F.3d 1427, 
1430, 40 USPQ2d 1309, 1312 (Fed. Cir. 1996) (holding there 
is sufficient motivation to combine teachings of prior art to 
achieve claimed invention where one reference specifically 
refers to the other). 


24. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904. See 
also Deuel, 51 F.3d at 1558, 34 USPQ2d at 1214 (“Structural 
relationships may provide the requisite motivation or sugges- 
tion to modify known compounds to obtain new compounds. 
For example, a prior art compound may suggest its homologs 
because homologs often have similar properties and therefore 


chemists of ordinary skill would ordinarily contemplate making 
them to try to obtain compounds with improved properties.”’). 


25. E.g., Dillon, 919 F.2d at 693, 16 USPQ2d at 1901. 
26. See id. 


27. E.g., In re Jones, 958 F.2d 347, 350, 21 USPQ2d 1941, 
1943 (Fed. Cir. 1992) (reversing obviousness rejection of novel 
dicamba salt with acyclic structure over broad prior art genus 
encompassing claimed salt, where disclosed examples of genus 
were dissimilar in structure, lacking an ether linkage or being 
cyclic); In re Susi, 440 F.2d 442, 445, 169 USPQ423, 425 
(CCPA 1971) (the difference from the particularly preferred 
subgenus of the prior art was a hydroxyl group, a difference 
conceded by applicant “to be of little importance.”). 


In the area of biotechnology, an exemplified species may 
differ from a claimed species by a conservative substitution 
(“the replacement in a protein of one amino acid by another, 
chemically similar, amino acid . . . [which] is generally expected 
to lead to either no change or only a small change in the 
properties of the protein.” Dictionary of Biochemistry and 
Molecular Biology 97 (John Wiley & Sons, 2d ed. 1989)). The 
effect of a conservative substitution on protein function depends 
on the nature of the substitution and its location in the chain. 
Although at some locations a conservative substitution may be 
benign, in some proteinsonly one amino acid is allowed at a 
given position. For example, the gain or loss of even one methyl 
group can destabilize the structure if close packing is required 
in the interior of domains. James Darnell et al., Molecular Cell 
Biology 51 (2d ed. 1990). 


28. E.g., Dillon, 919 F.2d at 696, 16 USPQ2d at 1904 (and 
cases cited therein). Cf. Baird, 16 F.3d at 382-83, 29 USPQ2d 
at 1552 (disclosure of dissimilar species can provide teaching 
away). 


29. Baird, 16 F.3d at 382-83, 29 USPQ2d at 1552 (reversing 
obviousness rejection of species in view of large size of genus 
and disclosed “optimum” species which differed greatly from 
and were more complex than the claimed species); Jones, 958 
F.2d at 350, 21 USPQ2d at 1943 (reversing obviousness rejec- 
tion of novel dicamba salt with acyclic structure over broad 
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prior art genus encompassing claimed salt, where disclosed 
examples of genus were dissimilar in structure, lacking an ether 
linkage or being cyclic) 


30. Baird, 16 F.3d at 382, 29 USPQ2d at 1552. See also 
Jones, 958 F.2d at 350, 21 USPQ2d at 1943 (disclosed salts 
of genus held not sufficiently similar in structure to render 
claimed species prima facie obvious). 


31. For example, a claimed tetra-orthoester fuel composition 
was held to be obvious in light of a prior art tri-orthoester fuel 
composition based on their structural and chemical similarity 
and similar use as fuel additives. Dillon, 919 F.2d at 692-93, 
16 USPQ2d at 1900-02. 


Likewise, claims to amitriptyline used as an antidepressant 
were held obvious in light of the structural similarity to imipra- 
mine, a known antidepressant prior art compound, where both 
compounds were tricyclic dibenzo compounds and differed 
structurally only in the replacement of the unsaturated 24 carbon 
atom in the center ring of amitriptyline with a nitrogen atom 
in imipramine. Jn re Merck & Co., 800 F.2d 1091, 1096-97, 
231 USPQ 375, 378-79 (Fed. Cir. 1986). 


Similarly, a claimed protein compound having an amino 
acid sequence including Met-Phe-Pro-Leu-(Asp),-Lys-Y was 
held to be obvious in light of structural similarities to the prior 
art. One reference provided motivation to create fusion proteins 
in the forms X-(Asp),-Lys-Y. Other references taught posi- 
tioning Met at the start of the amino acid sequence and that 
the sequences Phe-Pro-Ile or Leu-Pro-Leu could serve as X in 
the basic formula. The known structural similarity of Ile and Leu 
meant that appellants merely substituted one element known in 
the art for a known equivalent. Thus, the substitution was held 
to be obvious. Jn re Mayne, No. 95-1522, slip op. at 6-8 (Fed. 
Cir. Jan. 17, 1997). 


Other structural similarities have been found to support a 
prima facie case of obviousness. E.g., In re May, 574 F.2d 
1082, 1093-95, 197 USPQ 601, 610-11 (CCPA 1978) (stereo- 
isomers); In re Wilder, 563 F.2d 457, 460, 195 USPQ 426, 
429 (CCPA 1977) (adjacent homologs and structural isomers); 
In re Hoch, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (CCPA 
1970) (acid and ethyl ester); Jn re Druey, 319 F.2d 237, 240, 
138 USPQ 39, 41 (CCPA 1963) (omission of methyl group 
from pyrazole ring). 


32. Id. 


33. Dillon, 919 F.2d at 697, 16 USPQ2d at 1905; In re 
Stemniski, 444 F.2d 581, 586, 170 USPQ 343, 348 (CCPA 
1971). 


34. In re Albrecht, 514 F.2d 1389, 1392, 1395-96, 185 USPQ 
585, 587, 590 (CCPA 1975)(The prior art compound so irritated 
the skin that it could not be regarded as useful for the disclosed 
anesthetic purpose, and therefore a person skilled in the art 
would not have been motivated to make related compounds. ); 
Stemniski, 444 F.2d at 586, 170 USPQ at 348 (close structural 
similarity alone is not sufficient to create a prima facie case 
of obviousness when the reference compounds lack utility, and 
thus there is no motivation to make related compounds.). 


35. Dillon, 919 F.2d at 697, 16 USPQ2d at 1904-05 (and 
cases cited therein). 


36. E.g., id. 
37. Id. at 692, 16 USPQ2d at 1900-01. 


38. Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. 
See also In re Grabiak, 769 F.2d 729, 731, 226 USPQ 870, 
871 (Fed. Cir. 1985) (“When chemical compounds have *very 
close’ structural similarities and similar utilities, without more 
a prima facie case may be made.”). 


39. Dillon, 919 F.2d at 697-98, 16 USPQ2d at 1905; In re 
Wilder, 563 F.2d 457, 461, 195 USPQ 426, 430 (CCPA 1977); 
In re Linter, 458 F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 
1972). 


40. See, e.g., Dillon, 919 F.2d at 692-97, 16 USPQ2d at 
1901-05; In re Grabiak, 769 F.1d 729, 732-33,226 USPQ 870, 
872 (Fed. Cir. 1985). 
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41. See e.g., In re May, 574 F.2d 1082, 1094, 197 USPQ 
601, 611 (CCPA 1978) (prima facie obviousness of claimed 
analgesic compound based on structurally similar prior art 
isomer was rebutted with evidence demonstrating that analgesia 
and addiction properties could not be reliably predicted on the 
basis of chemical structure); Jn re Schechter, 205 F.2d 185,191, 
98 USPQ 144, 150 (CCPA 1953) (unpredictability in the insec- 
ticide field, with homologs, isomers and analogs of known 
effective insecticides having proven ineffective as insecticides, 
was considered as a factor weighing against a conclusion of 
obviousness of the claimed compounds). 


42. See, e.g., In re O'Farrell, 853 F.2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 


43. In re Bell, 991 F.2d 781, 784, 26 USPQ2d 1529, 1531 
(Fed. Cir. 1993); In re Kulling, 897 F.2d 1147, 1149, 14 
USPQ2d 1056, 1057 (Fed. Cir. 1990). 


44. Kulling, 897 F.2d at 1149, 14 USPQ2d at 1058; Panduit 
Corp. v. Dennison Mfg. Co., 810 F.2d 1561, 1579 n.42, 1 
USQP2d 1593, 1606 n.42 (Fed. Cir.), cert. denied, 481 U.S. 
1052 (1987). 


45. E.g., Dillon, 919 F.2d at 692, 16 USPQ2d at 1901. 


46. In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 1687 
(Fed. Cir. 1995). 


47. In re Chu, 66 F.3d 292, 299, 36 USPQ2d 1089, 1094- 
95 (Fed. Cir. 1995). 


48. E.g., Soni, 54 F.3d at 750, 34 USPQ2d at 1687; In re 
Piasecki, 745 F.2d 1468, 1474, 223 USPQ 785, 789-90 (Fed. 
Cir. 1984). 


49. E.g., In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 
1685, 1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699, 
705, 222 USPQ 191, 196 (Fed. Cir. 1984). 


50. E.g., In re Soni, 54 F.3d 746, 750, 34 USPQ2d 1684, 
1687 (Fed. Cir. 1995) (error not to consider evidence presented 
in the specification). Cf, In re Alton, 76 F.3d 1168, 37 USPQ2d 
1578 (Fed. Cir. 1996) (error not to consider factual evidence 
submitted to counter a section 112 rejection); In re Beattie, 
974 F.2d 1309, 1313, 24 USPQ2d 1040, 1042-43 (Fed. Cir. 
1992) (Office personnel should consider declarations from 
those skilled in the art praising the claimed invention and 
opining that the art teaches away from the invention.); Piasecki, 
745 F.2d at 1472, 223 USPQ at 788 (“[Rebuttal evidence] may 
relate to any of the Graham factors including the so-called 
secondary considerations.”’). 


51. Graham v. John Deere Co., 383 U.S. at 17, 148 USPQ 
at 467. See also, e.g., In re Piasecki, 745 F.2d 1468, 1473, 
223 USPQ 785, 788 (Fed. Cir. 1984) (commercial success). 


52. Rebuttal evidence may consist of a showing that the 
claimed compound possesses unexpected properties. Dillon, 
919 F.2d at 692-93, 16 USPQ2d at 1901. A showing of unex- 
pected results must be based on evidence, not argument or 
speculation. In re Mayne, No. 95-1522, slip op. at 9-10 (Fed. 
Cir. Jan. 17, 1997) (conclusory statements that claimed com- 
pound posesses unusually low immune response or unexpected 
biological activity that is unsupported by comparative data held 
insufficient to overcome prima facie case of obviousness). 


53. E.g., In re GPAC, 57 F.3d 1573, 1580, 35 USPQ2d 
1116, 1121 (Fed. Cir. 1995); Hybritech Inc. v. Monoclonal 
Antibodies, 802 F.2d 1367, 1380, 231 USPQ 81, 90 (Fed. Cir. 
1986), cert. denied, 480 U.S. 947 (1987). 


54. E.g., In re Oelrich, 579 F.2d 86, 91-92, 198 USPQ 210, 
214 (CCPA 1978) (Expert opinions regarding the level of skill 
in the art were probative of the nonobviousness of the claimed 
invention.); Piasecki, 745 F.2d at 1471, 1473-74, 223 USPQ 
at 790 (Evidence of non-technological nature is pertinent to 
the conclusion of obviousness. The declarations of those skilled 
in the art regarding the need for the invention and its reception 
by the art were improperly discounted by the Board); Beattie, 
974 F.2d at 1313, 24 USPQ2d at 1042-43 (Seven declarations 
provided by music teachers opining that the art teaches away 
from the claimed invention must be considered, but were not 
probative because they did not contain facts and did not deal 
with the specific prior art that was the subject of the rejection.). 
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55. Id. See also In re Alton, 76 F.3d 1168, 1174-75, 37 
USPQ2d 1578, 1582-83 (Fed. Cir. 1996). 


56. The Federal Circuit has acknowledged that applicant 
bears the burden of establishing nexus, stating: 


In the ex parte process of examining a patent application, 
however, the PTO lacks the means or resources to gather evi- 
dence which supports or refutes the applicant’s assertion that 
the sales constitute commercial success. c.f. Ex parte Remark, 
15 USPQ2d 1498, 1503 ({BPAI] 1990) (evidentiary routine of 
shifting burdens in civil proceedings inappropriate in ex parte 
prosecution proceedings because examiner has no available 
means for adducing evidence). Consequently, the PTO must 
rely upon the applicant to provide hard evidence of commercial 
success. 


In re Huang, 100 F.3d 135, 139-40, 40 USPQ2d 1685, 
1689 (Fed. Cir. 1996). See also GPAC, 57 F.3d at 1580, 35 
USPQ2d at 1121; In re Paulsen, 30 F.3d 1475, 1482, 31 
USPQ2d 1671,1676 (Fed. Cir. 1994). 


57. E.g., Paulsen, 30 F.3d at 1482, 31 USPQ2d at 1676. 
(Evidence of commercial success of articles not covered by 
the claims subject to the 35 U.S.C. § 103 rejection was not 
probative of nonobviousness). 


58. E.g., In re Kulling, 897 F.2d 1147, 1149, 14 USPQ2d 
1056, 1058 /Fed. Cir. 1990); In re Grasselli, 713 F.2d 731, 
743, 218 USPQ 769, 777 (Fed. Cir. 1983). In re Soni, 54 F.3d 
746, 34 USPQ2d 1684 (Fed. Cir. 1995) does not change this 
analysis. In Soni, the Court declined to consider the Office’s 
argument that the evidence of non-obviousness was not com- 
mensurate in scope with the claim because it had not been 
raised by the Examiner. 54 F.3d at 751, 34 USPQ2d at 1688. 


When considering whether proffered evidence is commen- 
surate in scope with the claimed invention, Office personnel 
should not require the applicant to show unexpected results 
over the entire range of properties possessed by a chemical 
compound or composition. E.g., In re Chupp, 816 F.2d 643,646, 
2 USPQ2d 1437, 1439 (Fed. Cir. 1987). Evidence that the 
compound or composition possesses superior and unexpected 
properties in one of a spectrum of common properties can be 
sufficient to rebut a prima facie case of obviousness. /d. 


For example, a showing of unexpected results for a single 
member of a claimed subgenus, or a narrow portion of a claimed 
range would be sufficient to rebut a prima facie case of obvious- 
ness if a skilled artisan “could ascertain a trend in the exempli- 
fied data that would allow him to reasonably extend the 
probative value thereof.” Jn re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980) (Evidence of the unobvious- 
ness of a broad range can be proven by a narrower range when 
one skilled in the art could ascertain a trend that would allow 
him to reasonably extend the probative value thereof.). But see, 
Grasselli, 713 F.2d at 743, 218 USPQ at 778 (evidence of 
superior properties for sodium containing composition insuffi- 
cient to establish the non-obviousness of broad claims for a 
catalyst with “an alkali metal” where it was well known in the 
catalyst art that different alkali metals were not interchangeable 
and applicant had shown unexpected results only for sodium 
containing materials); Jn re Greenfield, 571 F.2d 1185, 1189, 
197 USPQ 227, 230 (CCPA 1978) (evidence of superior proper- 
ties in one species insufficient to establish the nonobviousness 
of a subgenus containing hundreds of compounds); Jn re Lin- 
dner, 457 F.2d 506, 508, 173 USPQ 356,358 (CCPA 1972) 
(one test not sufficient where there was no adequate basis for 
concluding the other claimed compounds would behave the 
same way). 


59. E.g., Chupp, 816 F.2d at 646, 2 USPQ2d at 1439; 
Clemens, 622 F.2d at 1036, 206 USPQ at 296. 


60. Where the claims are not limited to a particular use, 
and where the prior art provides other motivation to select a 
particular species or subgenus, a showing of a new use may 
not be sufficient to confer patentability. See Dillon, 919 F.2d 
at 692, 16 USPQ2d at 1900-01. 


61. Piasecki, 745 F.2d at 1473, 223 USPQ at 788. 
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62. E.g., Piasecki, 745 F.2d at 1472-73, 223 USPQ at 788: Lilly Saas aes “on USPO2d at — 


In re Eli Lilly & Co., 902 F.2d 943, 945, 14 USPQ2d 1741, —_64. Dillon, 919 F.2d at 693, 16 USPQ2d at 1901; In re Mills, 
1743 (Fed. Cir. 1990) 916 F.2d 680, 683, 16 USPQ2d 1430, 1433 (Fed. Cir. 1990). 


f the closest prior art is a single rererence disclosing a genus, determine whether the claimed 
species or suDgenus would have been obvious to one of ordinary skill in the pertinent art at the 
time the invention was made by performing the following analysis... 


Determine Whether a Prima Facie Case of Obviousness Exists 
Based on Entire Record initially Before PTO 


e Consider the Graham Factors 


e Determine Whether There Would Have Been Motivation to 
Select the Claimed Species or Subgenus 


is Genus So Smail That; No is There a Teaching of 


Each Member is 
inherently Disclosed? Structural Similarity? 


Such That Similar 
Properties or Uses 
Would be Expected? 


Ciaim Would Have Been Prime Facie 
Obvious Under § 103 Under § 103 


Determine Whether Rebuttal Evidence is 
Sufficient to Overcome Prima Faecie Case 
Reconsider Ail Evidence and Ciearty Communicate Findings and Conciusions 


[1196 OG 37] 
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or Merely Conveys Result of Operation 


(c) Manipulation of Abstract Ideas Without A Practical 
Application 
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IV. Issues Related to Compliance with Section 112, First and 
Second Paragraphs [Guidelines § 1.B.2.] ...........:.scsccsesseseeeeeeees 


A. Specification Fails to Show How to Make or Use Pro- 
grammed Computer Element of Invention [Guidelines § 
1.B.2.(b)] 


B. Programmed Computer Is Defined As Composite of Func- 
tional Elements 


C. Elements of a Machine Defined Using Means Plus Func- 
tion Language [Guidelines § I.B.2.(a) & (b)]} 


D. Claim Does Not Define Applicant’s Invention [Guidelines 
§ 1.B.2.(a)] 


E. Claim Defined Using Only Computer Program Code 
[Guidelines § I.B.2.(a)] 


V. Issues Related to Compliance with § 103 [Guidelines § 
I at wscecieceiccscclsscareeen td aca ndaaocnicn igeesacaacasa ensues decadiaeaaibios 


VI. Conclusion 


Legal Analysis to Support Proposed Examination 
Guidelines for Computer-Implemented Inventions 


I. Introduction [Guidelines § 1.A.] 


The Office has developed Proposed Examination Guidelines 
for Computer-Implemented Inventions' and this legal analysis 
(collectively, the “guidelines”) to assist Office personnel in the 
examination of applications drawn to computer-implemented 
inventions. The guidelines are based on the Office’s current 
understanding of the law, and represent the official policy of 
the Patent and Trademark Office. Office personnel are to rely 
on these guidelines in the event of any inconsistent treatment 
of issues between these guidelines and any earlier provided 
guidance from the Office. 

The guidelines alter the procedures Office personnel shall 
employ to examine applications drawn to computer-imple- 
mented inventions. 

The guidelines also clarify the Office’s position on certain 
patentability standards related to this field of technology. The 
positions set forth in these guidelines are believed to be fully 
consistent with the binding precedent of the Supreme Court, 
and the Federal Circuit and its predecessor courts. 

The Freeman-Walter-Abele’ test, while of limited value, may 
still be relied upon in analyzing claims directed solely to a 
process for solving a mathematical algorithm. “Business 
methods” are to be analyzed the same way as any other process. 

The appendix includes the proposed guidelines and a graphic 
overview of how Office personnel will conduct an examination 
to determine statutory subject matter. 


II. Determine What Applicant Has Invented and Is Seeking 
to Patent [Guidelines § I.B.1.] 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Thus, Office per- 
sonnel must raise any issue that may affect patentability in the 
initial action on the merits. Under the principles of compact 
prosecution, each claim should be reviewed for compliance 
with every statutory requirement of patentability in the initial 
review of the application, even if one or more claims is found 
to be deficient with respect to one statutory requirement. Defi- 
ciencies should be explained clearly, particularly when they 
serve as a basis for a rejection. Where possible, Office personnel 
should indicate how rejections may be overcome and problems 
resolved. A failure to follow this approach can lead to unneces- 
sary delays in the prosecution of the application. 

Prior to focusing on any specific statutory requirements, 
Office personnel must begin examination by determining what, 
precisely, the applicant has invented and is seeking to patent,’ 
and how the claims relate to and define that invention. Conse- 
quently, Office personnel will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specification, including 





1232 OG 184 
(106) 

the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and the specific 
utility that has been asserted for the invention. 


A. Identify and Understand the Practical Utility Asserted 
for the Invention [Guidelines § I.B.1.(a)] 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter. 
Accordingly, acomplete disclosure should contain some indica- 
tion of why the applicant believes the claimed invention is 
“useful.” This “usefulness” of the invention is called the “spe- 
cific” or “practical” utility of the invention. Specific or practical 
utility is simply a shorthand way of attributing “real world” 
value to the claimed subject matter, i.e., assuring there is some 
benefit to the public.* An invention that has some practical 
application satisfies the utility requirement.’ 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on identifying statements made in the specification 
that identify a practical application for the invention. Office 
personnel should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
statutory criteria. Deficiencies under the utility requirement 
will be rare, however. Further guidance in evaluating an asserted 
specific utility for compliance with § 101 is provided below 
and in the Utility Examination Guidelines.° If the applicant 
asserts a practical utility for the invention, Office personnel 
should review the entire disclosure to determine the features 
necessary to accomplish the asserted practical utility. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented [Guidelines § I.B.1(a)] 

The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and by explaining 
the relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-implemented invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer);’ 


— determine how the computer is to be configured to provide 
that functionality (i.e., what elements constitute the pro- 
grammed computer and how are those elements to be configured 
to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter that constitutes the invention 
(e.g., machines, devices, materials, or process steps other than 
those that are part of or performed by the programmed com- 
puter). 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-imple- 
mented invention. 


C. Analyze the Claims [Guidelines § 1.B.1.(b)] 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must analyze the language of a claim before determining 
if the claim complies with each statutory requirement for patent- 
ability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim element. For processes, the claim 
elements will define steps or acts to be performed. For products, 
i.e., machines and articles of manufacture, the claim elements 
will define discrete physical structures. The discrete physical 
structures may be comprised of hardware or a combination of 
hardware and software. 

As provided in the guidelines, Office personnel are to corre- 
late each claim element to that portion of the disclosure that 
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describes the claim element. This is to be done in all cases, 
i.e., whether or not the claimed invention is defined using 
means or step plus function language. The correlation step will 
ensure that Office personnel clearly understand the meaning 
and scope of each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope, and it is this subject matter 
that must be examined. As a general matter, the grammar and 
intended meaning of terms used in a claim will dictate whether 
the language limits the claim scope. Language that suggests 
or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit 
the scope of a claim or claim element. 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims.’ 
An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with the applicant’ s assertions. '° 
If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect 
what applicant intends to claim as the invention. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'' With the 
exception of claim elements defined in means or step plus 
function terminology, positive limitations on the scope of a 
claim cannot be read into the claims based on comments or 
explanations provided in the disclosure.'* While it is appropriate 
to use the specification to determine what applicant intended 
a term to mean, a positive limitation from the specification 
cannot be read into a claim that does not impose that limitation. 
A broad interpretation of the claims by the Office will reduce 
the possibility that the claim, when issued, will be interpreted 
more broadly than is justified or intended. An applicant always 
has the opportunity to amend the claims during prosecution to 
better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered.'* Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, each claimed ele- 
ment of the invention must be considered in the context of the 
claim as a whole. 


III. Assess Claimed Invention for Compliance with 35 
U.S.C. § 101 [Guidelines § I.B.1.(c)] 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.” Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title.'° 


As cast, § 101 defines four categories of inventions that 
Congress deemed to be the appropriate subject matter of a 
patent; namely, processes, machines, manufactures or composi- 
tions of matter. The latter three categories define “things” while 
the process category defines inventions that consist of “actions” 
(i.e., a series of steps or acts to be performed).'° 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.'’ Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense, accord- 
ingly, is not eligible to and cannot be patented. 
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The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable. '* 

Courts have expressed a concern over “preemption” of ideas, 
law of natures or natural phenomena.’ The concern over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. Such concerns are only 
relevant to claiming a scientific truth or principle. Thus, a 
claim to an “abstract” idea is non-statutory because it does not 
represent a practical application of the idea, not because it 
would preempt the idea. 


A. Determine Whether The Invention is “Useful” 


To be patentable, an invention must be “useful” (i.e., it must 
have a practical application). The purpose of this requirement 
is to limit patent protection to inventions that possess a certain 
level of “real world” value, as opposed to subject matter that 
represents nothing more than an idea or concept, or is simply 
a starting point for future investigation or research.” The utility 
of an invention must be within the “technological” arts.”' This 
requirement can be discerned from the variously phrased prohi- 
bitions against the patenting of abstract ideas, laws of nature 
or natural phenomenon. Courts have indicated that any techno- 
logical or utilitarian purpose may serve as an appropriate 
utility.” 

Office personnel should confirm that the utility asserted for 
an invention is a practical application of the invention. If the 
utility of an “invention” is only as an object of philosophical 
inquiry or to be appreciated in terms of its literary or artistic 
value, the claimed invention should be rejected under § 101. 

Additionally, Office personnel have struggled with claims 
directed to methods of doing business. A method of doing 
business is to be treated like any other process. 


B. Classify the Invention as to Its Proper Statutory Category 


To properly assess compliance with the statutory invention 
requirements of § 101, Office personnel should classify each 
specifically claimed invention into one statutory or non-statu- 
tory category. If the subject matter falls into a non-statutory 
category, that should not preclude complete examination of 
the application for all other conditions of patentability. This 
classification is only an initial finding at this point in the exami- 
nation process that will be again assessed after the examination 
for compliance with §§ 112, 102 and 103 and before issuance 
of any Office action. 


1. Non-Statutory Subject Matter [Guidelines § I.B.1.(c)(i) & 
(ii)] 


Claims that are clearly non-statutory are those that define: 


— a “data structure” per se or computer program per se, 
i.e., information rather than a computer-implemented process 
or specific machine or computer readable memory manufacture; 


— a compilation or arrangement of non-functional informa- 
tion or a known machine-readable storage medium that is 
encoded with such information; 


— natural phenomena such as electricity and magnetism. 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Claims to processes that do nothing more than solve mathemat- 
ical problems or manipulate abstract ideas or concepts are more 
complex to analyze and are addressed below. See section 3. 


(a) “Data Structures” Per Se or Computer Programs Per 
Se 


Computers manage data by arranging the data in a particular 
order or sequence. The relationship that exists among the 
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ordered data elements (i.e., the individual facts or data) is called 
a “data structure.” Data structures in this sense are not statutory 
products because they are not physical “things” nor are they 
statutory processes, as they are not “acts” being performed.*’ 
In other words, when defined without any physical structure, 
a “data structure” is nothing more than information that explains 
a relationship that exists among ordered data, and therefore is 
non-statutory. In contrast, a memory circuit whose structure 
represents a practical application or use of a data structure is 
a statutory manufacture. Accordingly, it is important to distin- 
guish claims that define information per se from claims that 
define statutory inventions that are based on or use non-statutory 
information. 

Similarly, computer programs per se are not physical 
“things,” nor are they statutory processes, as they are not “acts” 
being performed. In contrast, a computer process that is imple- 
mented using a computer program, a specific computer recon- 
figured by a computer program, or a memory circuit whose 
structure is defined by a computer program are statutory. 

If a computer program is recited in a claim, Office personnel 
should determine if the computer program is being used to 
describe the physical structure of a manufacture or machine, 
or steps to be performed by a computer, or is intended to be 
the object of the patent, per se. 

If it is clear that the claim uses the computer program ele- 
ments to define actions to be performed by a computer, Office 
personnel should treat the claim as a process claim. If the 
computer program elements are recited in conjunction with a 
physical structure, such as a computer memory, the claim should 
be treated as a product claim. If the claimed subject matter 
cannot be treated as a process and does not have any physical 
structure, then it is non-statutory “information.” 

If an applicant challenges the Office’s classification of a 
claim containing computer program elements without any phys- 
ical structure as a process rather than a product, the claim 
should be rejected under § 101. Office personnel should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


(b) Non-Functional Information 


The term “information” is the “communication of data.” It 
is also used to mean signals representing data. It is the latter 
definition that is used in these guidelines. 

Certain information, such as music, literature, art, and photo- 
graphs, as well as mere facts or data,** cannot impart function- 
ality to a computer. Such “information” is not a process, 
machine, manufacture or composition of matter. 

The policy that precludes the patenting of non-functional data 
would be easily frustrated if the same data could be patented as 
an article of manufacture. For example, music is commonly 
sold to consumers in the format of a compact disc. In such 
cases, the known compact disc acts as nothing more than a 
carrier for non-functional data. 

The non-functional content (e.g., words, images, or other 
information) cannot provide the practical utility for the manu- 
facture. Function-imparting information is necessary to create 
a functional and useful physical manufacture (e.g., a computer 
memory encoded with data that causes a computer to function 
in a particular manner). If the utility for the encoded medium 
is dependent upon a human appreciating the artistic or other 
value of the information content, the claimed invention should 
be rejected under § 101. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a specific radio frequency, voltage, 
or the strength of a magnetic field, define energy or magnetism, 
per se, and as such are non-statutory. A claim directed to a 
natural phenomenon such as energy or magnetism, which does 
not recite the practical application of that phenomenon in a 
process or a product, is to be rejected under § 101. 
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2. Statutory Subject Matter 
(a) Statutory Products 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.” 


(i) Product Claims—Claims Directed to Machines and Man- 
ufactures 


Claims that define a computer-implemented invention as a 
specific machine or article of manufacture must define the 
physical structure of the machine or manufacture in terms of 
its hardware and associated functional software. The applicant 
may define the physical structure of a programmed computer 
or its hardware or software components in any manner that 
can be clearly understood by a person skilled in the relevant art. 
Generally a claim drawn to a particular programmed computer 
should identify the elements of the computer and indicate how 
those elements are configured in either hardware or a combina- 
tion of hardware and software. 

A computer-related “manufacture” will typically be a compo- 
nent of a specific computer, such as a logic circuit or a computer 
memory. A manufactured computer memory containing a phys- 
ical structure representing encoded computer-readable instruc- 
tions, such as a computer program, is a statutory article of 
manufacture because the encoded computer-readable instruc- 
tions give the manufactured memory a new form or structure, 
and new qualities or properties (e.g., the ability to cause a 
computer to function in a particular, predefined manner). 

To adequately define a computer memory with a particular 
functionality, the claim must identify the physical characteris- 
tics of the memory (e.g., a logic circuit or a storage medium), 
and the functionality of the memory. A computer memory may 
be defined in a claim as: 


Applicant A 
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— a logic circuit that results when a programmed computer 
performs a series of steps dictated by a computer program;~ 


— amemory defined by its functional and/or structural charac- 
teristics;~’ or 


— a memory whose physical structure is defined by the act of 
storing computer-executable program code on the memory. 


(ii) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


A claim cast in product claim format that, when read in light 
of the specification, encompasses any computer implementation 
of a process should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 


— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 


— encompass any product in the stated class (e.g., computer, 
computer-readable memory) configured in any manner to per- 
form that process. 


The following hypotheticals illustrate this distinction. 
Assume two applicants present a claim to the following process: 


A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound 
to determine the structure of a compound; 


(b) displaying the structure of the compound determined in 
step (a). 


In addition, each applicant claims an apparatus, and provides 
the noted disclosure to support the claims. 


Applicant B 


Apparatus 
Claim 


Disclosure 


Result 


Explanation 


A computer system for determining the three dimen 
sional structure of a chemical compound comprising: 
(a) means for determining the three dimensional 
structure of a compound; 
(b) means for creating and displaying an image 
representing a three-dimensional perspective of the 
compound. 


The disclosure describes computer program code 
segments that are to be employed in configuring a 
general purpose microprocessor to create specific 
logic circuits. These circuits are indicated to be the 
“means” corresponding to the claimed means ele- 
ments. 


Claim defines specific computer, patentability stands 
independently from process claim. 


Disclosure identifies the specific machine capable of 
performing the indicated functions. 


A computer system for determining the three dimen 
sional structure of a chemical compound comprising: 
(a) means for determining the three dimensional 
structure of a compound; 
(b) means for displaying the structure of the 
compound determined in step (a). 


This disclosure states that it would be a matter of 
routine skill to select an appropriate computer system 
and implement the claimed process on that computer 
system. No specific disclosure is made regarding the 
two “means” elements recited in the claim (i.e., no 
computer program or logic circuit is described that 
can perform the indicated functions). The disclosure 
does provide an explanation of how to solve the 
wavefunction equations of a chemical compound, 
and indicates that the solutions of those wavefunction 
equations can be employed to determine the physical 
structure of the corresponding compound. 


Claim encompasses any computer embodiment of 
process claim; patent ability stands or falls with 
process claim. 


In this scenario, the applicant has not provided any 
information that can serve to distinguish the “imple- 
mentation” of the process on a computer from the 

factors that will govern the patentability determina- 
tion of the process per se. As such, the patentability 
of this apparatus claim will stand or fall with that 

of the process claim. 
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Office personnel are reminded that finding a product claim 
to encompass any product embodiment a “process” invention 
simply means that the Office will presume that the product 
claim encompasses any product in the stated class that performs 
the specified set of functions. Because this is interpretive and 
nothing more, it does not provide any information as to the 
patentability of the applicant’s underlying invention or the 
product claim. 

If a claim is found to encompass any product embodiment 
of the underlying process, and if the underlying process is 
statutory, the product claim should be classified as a statutory 
product. By the same token, if the underlying process invention 
is found to be non-statutory, Office personnel should classify 
the “product” claim as a “non-statutory product.” If the product 
claim is classified as being a non-statutory product on the basis 
of the underlying process, Office personnel should emphasize 
that they have considered all claim limitations and are basing 
their finding on the analysis of the underlying process. 


(b) Statutory Processes [Guidelines § I.B.1.(c)(iii)] 


A claim that requires one or more acts to be performed 
defines a process. Not all processes, however, are processes 
that fall within the definition of a statutory process under § 
101. A statutory process is a series of one or more acts that 
manipulate physical matter or energy resulting in some form 
of a physical transformation.” Accordingly, a claimed process 
is statutory if it: 


— manipulates some form of physical matter or energy; and 


— results in a transformation or reduction of the subject matter 
manipulated into a different state or into a different thing to 
achieve a practical application. 


(i) Appropriate Subject Matter for Manipulation Steps of 
a Process 


Consistent with the expansive Congressional intent behind 
§ 101, Office personnel shall consider any form of physical 
“matter” or “energy” to be the appropriate subject matter of 
the manipulation steps of a process. Importantly, the subject 
matter manipulated by a process does not have to be a physical 
object; it may be “intangible subject matter representative of 
or constituting physical activity or objects.””’ Thus, an electrical 
signal representing data corresponding to a physical object or 
physical activity is appropriate subject matter for manipulation 
by a process. If the “acts” of a process manipulate only numbers, 
abstract concepts or ideas, the acts are not being applied to 
appropriate subject matter. Thus, a process consisting solely 
of mathematical operations does not manipulate appropriate 
subject matter and thus cannot constitute a statutory process. 


(ii) Transformation or Reduction to a Different State or 
Thing 


To be statutory, the claimed process when practiced must 
physically transform the subject matter manipulated—some- 
thing must happen other than manipulating concepts or con- 
verting numbers to different numbers. The required 
transformation can take place during any step of the process 
(e.g., if a process requires three “acts” and only the last “act” 
transforms the subject matter to a different state or thing, a 
sufficient transformation has occurred). If the process does not 
result in any physical transformation, it is not statutory. 


(iii) Examples of Statutory Computer-Implemented Pro- 
cesses 


Three exemplary computer-performed processes that fully 
satisfy the requirements of § 101: 


— A process that requires physical acts to be performed inde- 
pendent of the steps to be performed by a programmed com- 
puter, where those acts involve the manipulation of tangible 
physical objects and result in the object having a different 
physical attributes or structure;” 
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— A process that requires acts to be performed on the physical 
components of a computer (i.e., the process manipulates the 
components of the computer rather than data representing some- 
thing external to the computer system) and the effect of the 
process is that the computer operates differently (such as an 
operating system process); and 


— A process that requires acts to be performed by a computer 
on data in the form of an electrical or magnetic signal, where 
the data represents a physical object or activities external to 
the computer system (e.g., physical characteristics of a chemical 
compound or a person’s heart rate), and where the process 
causes some transformation of the physical but intangible repre- 
sentation of the physical object or activities.*! 


3. Non-Statutory Processes 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations (i.e., a “mathemat- 
ical algorithm’’); or 


— simply manipulate abstract ideas without some practical 
application (e.g., a bid, a bubble hierarchy). 


(a) Mathematical Algorithm That Defines a Law of Nature 
or Natural Phenomenon or Describes an Abstract Idea 


A process that consists solely of mathematical operations 
is non-statutory. Mathematical algorithms do not manipulate 
physical matter and cannot cause a physical effect. Courts have, 
however, recognized a distinction between types of mathemat- 
ical algorithms, namely, some define a “law of nature” in mathe- 
matical terms and others merely describe an “abstract idea.” 

Certain mathematical algorithms have been held non-statu- 
tory because they represent a mathematical definition of a law 
of nature or a natural phenomenon. For example, the formula 

=mc’ is a “law of nature”—it defines a “fundamental scientific 
truth” (i.e., the relationship between energy and mass). To 
comprehend how the law of nature relates to any object, one 
invariably has to perform certain steps (e.g., multiplying a 
number representing the mass of an object by the square of a 
number representing the speed of light). If an applicant defines 
a process to consist solely of those steps that one must follow 
to solve the mathematical representation of the law of nature, 
the “process” is indistinguishable from the law of nature and 
would “preempt” the law of nature. A patent cannot be granted 
on such a process. 

Other mathematical algorithms have been held non-statutory 
because they merely describe an abstract idea. An “abstract 
idea” may simply be any sequence of mathematical operations 
that are combined to solve a mathematical problem. The con- 
cern addressed by holding such subject matter non-statutory is 
that the mathematical operations merely describe an idea and 
do not define a process that represents a practical application 
of the idea. 

Accordingly, when a claim is found to define non-statutory 
subject matter because of a mathematical algorithm, it is 
important to determine whether the subject matter is a law of 
nature or natural phenomenon or abstract idea. A rejection 
under § 101 should indicate the type of deficiency relied upon 
to support the rejection. 


(b) Evaluation of Certain Language Related to Mathemat- 
ical Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or field 
of use for the invention generally will not limit the scope of 
a claim. Such language often will be presented in the preamble 
of claim, but may appear elsewhere in the body of the claim. 
Intended or field of use language appearing in the preamble 
will in most instances not limit the claim scope, and as such, 
Office personnel should be careful to properly interpret such 
language. For example, a claimed mathematical process “to be 
used in seismic prospecting...” is not limited by the seismic 
prospecting use statement (i.e., none of the steps were explicitly 
or implicitly limited to application to seismic prospecting activi- 
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ties). In such a case, Office personnel should identify the 
claim language that constitutes the intended use or field of use 
statements and provide the basis for their findings. This will 
shift the burden to applicant to demonstrate otherwise. 


(ii) Necessary Antecedent Step to Performance of A Mathe- 
matical Operation or Independent Limitation on a Claimed 
Process 


In rare situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathematical 
operations will not further limit a claim beyond the specified 
mathematical operation step(s). Such acts “merely determine 
values for the variables used in the mathematical operations 
used in making the calculations.’”* In other words, the acts are 
dictated by nothing other than the performance of a mathemat- 
ical operation.*° 

If aclaim requires acts to be performed to create data that will 
then be used in a process representing a practical application of 
one or more mathematical operations, those acts must be treated 
as further limiting the claim beyond the mathematical opera- 
tion(s) per se. Such acts are data gathering steps not dictated 
by the algorithm but by other limitations which require certain 
antecedent steps and as such constitute an independent limita- 
tion on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which requires 
generating and manipulating signals from seismic energy waves 
before “summing” the values represented by the signals;*° and 


— a method of displaying X-ray attenuation data as a signed 
gray scale signal in a “field” using a particular anti-aliasing 
algorithm, where the antecedent steps require generating the 
data using a particular machine (e.g., a computed tomography 
scanner).”’ 


Examples of steps that do not independently limit one or 
more mathematical operation steps include: 


— “perturbing” the values of a set of process inputs, where 
the subject matter “perturbed” was a number and the act of 
“perturbing” consists of substituting the numerical values of 
variables;* and 


— selecting a set of “arbitrary measurement point” values.” 
Such steps do not impose independent limitations on the scope 
of the claim beyond those required by the mathematical opera- 
tion limitation. 


(iii) Post-Mathematical Operation Step Uses Solution or 
Merely Conveys Result of Operation 


In rare instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts are 
recited in the body of a claim. If, however, the claimed acts 
represent some use of the solution, those acts will invariably 
impose an independent limitation on the claim. Thus, if a claim 
requires that the direct result of a mathematical operation be 
evaluated and transformed into something else, Office per- 
sonnel cannot treat the subsequent steps as being indistinguish- 
able from the performance of the mathematical operation and 
thus not further limiting on the claim. For example, acts that 
require the conversion of a series of numbers representing 
values of a wavefunction equation for a chemical compound 
into values representing an image that conveys information 
about the three dimensional structure of the compound cannot 
be treated as being part of the mathematical operations that 
yield the wavefunction numbers. Office personnel should be 
especially careful when reviewing claim language that requires 
the performance of “post-solution” steps to ensure that actual 
claim limitations are not ignored. 


Examples of steps found not to independently limit a process 
involving one or more mathematical operation steps include: 
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— step of “updating an alarm limit” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation; 


— final step of “magnetically recording” the result of a calcula- 
tion;*! 


— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing the 
result of calculations;*” 


— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not constitute 
distinct step where the data were numerical values that did not 
represent anything;*’ and 


— step of “transmitting electrical signals representing” the 
result of calculations.” 


Office personnel are reminded to rely on the applicant’s charac- 
terization of the significance of the “acts” being assessed to 
resolve questions related to their relationship to the mathemat- 
ical operations recited in the claim and the invention as a 
whole.* 


(c) Manipulation of Abstract Ideas Without A Practical 
Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory.*° 

In order to determine whether the claim is limited to a prac- 
tical application of an idea, Office personnel must analyze the 
claim as a whole, in light of the specification, to understand 
what subject matter is being manipulated and how it is being 
manipulated. During this procedure, Office personnel must 
evaluate any statements of intended use or field of use, any 
data gathering step and any post-manipulation activity. See 
section (b) above. 


IV. Issues Related to Compliance with Section 112, First 
and Second Paragraphs [Guidelines § 1.B.2.] 


Section 112 serves to ensure that the claims are clearly 
defined and are fully supported by the disclosure. Office per- 
sonnel should focus their assessment of applications for compli- 
ance with § 112 on determining if the disclosure and claims 
clearly convey what the applicant has invented, permit others 
to determine what rights have been provided to the patentee, 
and enable one skilled in the art to the practice the invention 
without undue experimentation. 

When evaluating applications, Office personnel must always 
remember to use the perspective of one of ordinary skill in the 
art. Claims and disclosures are not to be evaluated in a vacuum. 
If elements of an invention are well known in the art, the 
applicant does not have to provide a disclosure that describes 
those elements. 

Similarly, the applicant need not explicitly recite in the claims 
every feature of the invention. Rather, if the claims, interpreted 
in light of the disclosure reasonably apprise those of ordinary 
skill in the art what the invention is, they satisfy the require- 
ments of § 112, second paragraph. For example, if an applicant 
indicates that the invention is a particular computer, the claim 
does not have to recite every element or feature of the computer. 
In fact, it is preferable for the claim to be drafted in a form 
that emphasizes what the applicant has invented (e.g., what is 
new rather than old).“” 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to rely on the appropriate paragraph 
of § 112. Deficiencies under the second paragraph of § 112 
exist if it is unclear what the claim defines (i.e., the claim fails 
to particularly point out and distinctly claim the invention), 
or the claim as cast does not define what applicant has indicated 
to be the invention.” Deficiencies under the first paragraph of 
§ 112 can arise where there is not an adequate written descrip- 
tion that serves to identify what the applicant has invented, or 
the disclosure does not enable one skilled in the art to make and 
use the invention as claimed without undue experimentation. 
Deficiencies related to disclosure of the best mode for carrying 
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out the claimed invention are not usually encountered during 
initial examination of an application. 


A. Specification Fails to Show How to Make or Use Pro- 
grammed Computer Element of Invention [Guidelines § 
1.B.2.(b)] 


The disclosure must enable a person skilled in the art to 
configure the computer to possess the requisite functionality, 
and, if relevant, integrate the computer with other elements to 
yield the claimed invention, without the exercise of undue 
experimentation. If the specification fails to identify how to 
configure a computer to possess the requisite functionality or 
how to integrate the programmed computer with other elements 
of the invention, the claim is likely to be deficient under § 
112, first paragraph. 

For many computer-implemented inventions, it is not unusual 
for the claimed invention to involve more than one field of 
technology. For such inventions, the disclosure must satisfy 
the enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a claim 
to a programmed computer that determines and displays the 
three-dimensional structure of a chemical compound, the dis- 
closure must 


— enable a person skilled in the art of molecular modeling to 
understand and practice the underlying molecular modeling 
processes; and 


— enable a person skilled in the art of computer programming 
to create a program that directs a computer to create and display 
the image representing the three-dimensional structure of the 
compound. 


In other words, the disclosure corresponding to each aspect of 
the invention must be enabling to a person skilled in each 
respective art. 


B. Programmed Computer Is Defined As Composite of 


Functional Elements 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the pro- 
grammed computer using a functional block diagram. Office 
personnel should review the specification to ensure that along 
with the functional block diagram the disclosure provides infor- 
mation that adequately describes each “element” in hardware or 
software. If the functionally labeled elements of a programmed 
computer are not described further in the specification and one 
skilled in the art would not know what the elements are or 
how to make or use them to yield the claimed invention, a claim 
defining an invention requiring the use of that programmed 
computer is likely to be deficient under one or more require- 
ments of § 112. 


C. Elements of a Machine Defined Using Means Plus Func- 
tion Language [Guidelines § 1.B.2.(a) & (b)] 


Where means plus function language is used to define the 
characteristics of a machine or manufacture invention, claim 
elements must be interpreted to read on only the structures 
or materials disclosed in the specification, and “equivalents 
thereof.”’*' Thus, at the outset Office personnel must attempt 
to correlate means elements to some description of the elements 
in the written specification and drawings. 

As noted earlier, there are many appropriate ways of 
describing the elements of a programmed computer. If the 
description makes it clear that a means element corresponds 
to the physical structure of a computer or computer component, 
that description will sufficiently define the claimed means ele- 
ment. Thus, a means element may be defined to be: 


— a programmed computer with a particular functionality; 


—a logic circuit or other component of a programmed computer 
that performs a series of specifically identified operations dic- 
tated by a computer program; or 
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— a computer memory encoded with executable instructions 
representing a computer program that can cause a computer to 
function in a particular fashion. 


A claim patterned after a functional block diagram and 
defined using means plus function language may fail to particu- 
larly point out and distinctly claim the invention if the disclosure 
does not describe the specific materials or structures that corre- 
spond to the means elements. The scope of a “means” element 
is defined as the corresponding structure or material (e.g., a 
specific logic circuit) set forth in the written description and 
its equivalents. Where no structure or material is disclosed, the 
claim fails to particularly point out and distinctly claim the 
invention. For example, if the applicant discloses only the 
function to be performed and provides no description of hard- 
ware or software that performs the function, the application 
has not disclosed any “structure” to correspond to the means. 
Such a claim should be rejected under § 112, second paragraph. 
In contrast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a computer pro- 
gram), the claim satisfies § 112, second paragraph. 


Further guidance in interpreting the scope of equivalents of 
means elements is provided in the Examination Guidelines For 
Claims Reciting A Means or Step Plus Function Limitation In 
Accordance With 35 U.S.C. 112, 6th Paragraph.* 


D. Claim Does Not Define Applicant’s Invention [Guidelines 
§ 1.B.2.(a)] 


To satisfy the second paragraph of § 112, the claims must 
define the invention in a manner consistent with the applicant’ s 
written description of the invention. If the applicant asserts a 
practical utility for the invention, Office personnel should 
review the entire disclosure to determine the features necessary 
to accomplish the asserted practical utility. When the claim 
recites a practical utility but fails to recite the necessary features 
to accomplish the asserted practical utility, the claim should 
be rejected under § 112, second paragraph. If a claim is so 
broad as to encompass non-statutory subject matter, the claim 
should be rejected under § 112 4 2, as well as § 101. For 
example, if applicant has described the invention as a computer- 
implemented process, but the claim is broad enough to cover 
the mental performance of the process, then it should be rejected 
under both § 112 | 2 and § 101.° 

A claim as a whole that defines non-statutory subject matter 
is deficient under § 101, and under § 112, second paragraph.De- 
termining the scope of a claim as a whole requires a clear 
understanding of what the applicant regards as the invention. 
If the invention as disclosed in the written description is statu- 
tory, but the claims define subject matter that is not, the defi- 
ciency can be corrected by an appropriate claim amendment. 
Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
recited in the claim, would render the claimed subject matter 
Statutory. 


E. Claim Defined Using Only Computer Program Code 
[Guidelines § I.B.2.(a)] 


A claim defined entirely in computer program code, whether 
in source or object code format, may be deficient under § 112 
q 2 if one of ordinary skill in the art would not be able to 
ascertain the metes and bounds of the claimed invention. Such 
a claim should also be objected to under 37 CFR 1.52(a).° A 
computer programming language is not the English language, 
despite the fact that English words may be used in that language. 

In certain circumstances, as where self-documenting pro- 
gramming code is employed, use of programming language in 
a claim would be permissible, since such program source code 
presents sufficiently high-level language and descriptive identi- 
fiers to make it universally understood to others in the art 
without the programmer having to insert any comments.* 

Applicants should be encouraged to functionally define the 
steps the computer will perform rather than simply providing 
source or object code. 
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V. Issues Related to Compliance with § 103 [Guidelines § 
1.B.3.] 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-implemented invention for 
compliance with § 103 begins with a comparison of the claimed 
subject matter to what is known in the prior art. Once distinc- 
tions are identified between the claimed invention and the prior 
art, those distinctions must be assessed and resolved in light 
of the knowledge possessed by a person of ordinary skill in 
the art. Against this backdrop, one must determine whether the 
invention would have been obvious at the time the invention 
was made. If not, the claimed invention satisfies § 103. Factors 
and considerations dictated by law governing § 103 apply 
without modification to inventions in this field of technology. 

If the difference between the prior art and the claimed inven- 
tion is limited to information stored on or employed by a 
machine, one must determine what role the information plays 
with regard to the invention considered as a whole. Where the 
information imparts some degree of functionality to the claimed 
invention taken as a whole, it represents a critical element of 
the invention. As such, the information must be considered and 
addressed incident to application of § 103. Thus, a rejection 
of the claim as a whole under § 103 is inappropriate unless 
the functionality imparted by the information would have been 
suggested by the prior art. To establish a prima facie case of 
obviousness, Office personnel must explain why it would have 
been obvious to a person of ordinary skill in the art, at the 
time the invention was made, to impart the functionality of the 
programmed computer with that specific information. 

However, where the information imparts no functionality to 
achieve the specific utility of the invention, it cannot serve 
to render the claimed invention, considered as a whole, non- 
obvious. Generally speaking, situations where information 
imparts no functionality will be limited to the following: 


— a computer readable storage medium that differs from the 
prior art solely with respect to information encoded on the 
medium that does not alter its functionality considered as a 
whole, 


— acomputer that differs from the prior art solely with respect 
to information whose content does not alter how the machine 
functions (i.e., the information does not reconfigure the com- 
puter), or 


— a process that differs from the prior art only with respect 
to information that does not alter how the process steps are to 
be performed to achieve the utility of the invention. 


Thus, if the prior art suggests storing a song on a disk, merely 
choosing a particular song to store on the disk would be pre- 
sumed to have been obvious as being well within the level of 
ordinary skill in the art at the time the invention was made. 
Such a difference is simply a rearrangement of non-functional 
information. 


VI. Conclusion 


Once Office personnel have concluded an analysis of the 
claimed invention under all the statutory provisions, including 
§§ 101, 112, 102 and 103, when composing any Official action, 
they should review all the proposed rejections and their bases 
to confirm their correctness. Only then should any rejection 
be imposed. 


' See Request for Comments on Proposed Examination Guide- 
lines for Computer-Implemented Inventions, 60 Fed. Reg. 
28,778 (June 2, 1995). 


2 In re Freeman, 573 F.2d 1237, 1245, 197 USPQ 464, 471 
(CCPA 1978); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Abele, 684 F.2d 902, 905- 
07, 214 USP Q 682, 685-87 (CCPA 1982). 


* As the courts have repeatedly reminded the Office: “The goal 
is to answer the question “‘What did applicants invent?’” Jn 
re Abele, 684 F.2d at 907, 214 USPQ at 687 (CCPA 1982). 
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Accord, e.g., Arrhythmia Research Tech. v. Corazonix Corp., 
958 F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


*See Brenner v. Manson, 383 U.S. 519, 534, 148 USPQ 689, 
695 (“Whatever weight is attached to the value of encouraging 
disclosure and of inhibiting secrecy, we believe a more compel- 
ling consideration is that a process patent in the chemical field, 
which has not been developed and pointed to the degree of 
specific utility, creates a monopoly of knowledge which should 
be granted only if clearly commanded by the statute.”)(em- 
phasis added). See also Nelson v. Bowler, 626 F.2d 853, 856, 
206 USPQ 881, 883 (CCPA 1980) (Specific utility is also 
called “practical utility.”’). 


* E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. Diehr, 
450 U.S. 175, 192, 209 USPQ 1, 10 (1981)). See also id. at 1579 
(Newman, J., concurring) (“unpatentability of the principle does 
not defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) 62 (1854)); Arrhythmia 
958 F.2d at 1057, 22 USPQ2d at 1036. 


° 60 Fed. Reg. 36,263 (July 14, 1995). 
’ Arrythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 


It is of course true that a modern digital computer manipulates 
data, usually in binary form, by performing mathematical opera- 
tions, such as addition, subtraction, multiplication, division, or 
bit shifting, on the data. But this is only how the computer 
does what it does. Of importance is the significance of the data 
and their manipulation in the real world, i.e., what the computer 
is doing. 


*Many computer-implemented inventions do not consist solely 
of a computer. Thus, Office personnel should identify those 
claimed elements of the computer-implemented invention that 
are not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office per- 
sonnel should look for specific information that explains the 
role of the programmed computer in the overall process or 
machine and how the programmed computer is to be integrated 
with the other elements of the apparatus or used in the process. 


° Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir. 1995) (in banc). 


' See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific terms 
used to describe invention, but must do so “with reasonable 
clarity, deliberateness, and precision” and, if done, must “‘set 
out his uncommon definition in some manner within the patent 
disclosure’ so as to give one of ordinary skill in the art notice 
of the change” in meaning) (quoting Jntellicall, Inc. v. Phono- 
metrics, Inc., 952 F.2d 1384, 1387-1388, 21 USPQ2d 1383, 
1386 (Fed. Cir. 1992)). 


"! See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
reasonably allow . . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities should 
be recognized, scope and breadth of language explored, and 
clarification imposed. . . An essential purpose of patent exami- 
nation is to fashion claims that are precise, clear, correct, and 
unambiguous. Only in this way can uncertainties of claim scope 
be removed, as much as possible, during the administrative 
process.”’). 


" See, e.g., In re Paulsen, 30 F.3d at 1480, 31 USPQ2d at 
1674 (although specification can be used to interpret what the 
patentee meant by a word or phrase in the claim, cannot add 
extraneous limitation from the specification when limitation is 
not needed to interpret any particular words or phrases in the 
claim). 


3 See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 USPQ 
at 9 (“In determining the eligibility of respondents’ claimed 
process for patent protection under § 101, their claims must 
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be considered as a whole. It is inappropriate to dissect the 
claims into old and new elements and then to ignore the presence 
of the old elements in the analysis. This is particularly true in 
a process claim because a new combination of steps in a process 
may be patentable even though all the constituents of the combi- 
nation were well known and in common use before the combina- 
tion was made.”). 


'* Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 USPQ 
193, 196-97 (1980): 


In choosing such expansive terms as “manufacture” and “com- 
position of matter,” modified by the comprehensive “any,” 
Congress plainly contemplated that the patent laws would be 
given wide scope. The relevant legislative history also supports 
a broad construction. The Patent Act of 1793, authored by 
Thomas Jefferson, defined statutory subject matter as “any new 
and useful art, machine, manufacture, or composition of matter, 
or any new or useful improvement [thereof].” Act of Feb. 21, 
1793, § 1, 1 Stat. 319. The Act embodied Jefferson’s philosophy 
that “ingenuity should receive a liberal encouragement.” 5 Writ- 
ings of Thomas Jefferson 75-76 (Washington ed. 1871). See 
Graham v. John Deere Co., 383 U.S. 1, 7-10 (1966). Subsequent 
patent statutes in 1836, 1870, and 1874 employed this same 
broad language. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but otherwise 
left Jefferson’s language intact. The Committee Reports accom- 
panying the 1952 Act inform us that Congress intended statutory 
subject matter to “include anything under the sun that is made 
by man.” S. Rep. No. 1979, 82d Cong., 2d Sess. 5 (1952); 
H.R. Rep. No. 1923, 82d Cong., 2d Sess. 6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any new 
and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may be 
patented if it meets the requirements for patentability set forth 


in Title 35, such as those found in § 102, 103, and 112. The 
use of the expansive term “any” in § 101 represents Congress’s 
intent not to place any restrictions on the subject matter for 
which a patent may be obtained beyond those specifically 
recited in § 101 and the other parts of Title 35 . . . . Thus, it 
is improper to read into § 101 limitations as to the subject 
matter that may be patented where the legislative history does 
not indicate that Congress clearly intended such limitations. 
[In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556.] 


'S 35 U.S.C. § 101 (1994). 


'€ See 35 U.S.C. § 100(b) (“The term “process” means process, 
art, or method, and includes a new use of a known process, 
machine, manufacture, composition of matter, or material.’’). 


"7 E.g., In re Alappat, 33 F.3d at 1542, 31USPQ2d at 1556; In 
re Warmerdam, 33 F.3d at 1358, 31USPQ2d at 1757. 


'§ See, e.g., Rubber-Tip Pencil v. Howard, 87 U.S. 498, 507 
(1874) (“idea of itself is not patentable, but a new device by 
which it may be made practically useful is”); Mackay Radio & 
Telegraph Co. v. Radio Corp. of America, 306 U.S. 86, 94 
(1939) (“While a scientific truth, or the mathematical expres- 
sion of it, is not a patentable invention, a novel and useful 
structure created with the aid of knowledge of scientific truth 
may be.”’); In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 
1754, 1759 (Fed. Cir. 1994) (“steps of ‘locating’ a medial axis, 
and ‘creating’ a bubble hierarchy describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea”). 


'° The concern over preemption was expressed as early as 1852. 
See Le Roy v. Tatham, 55 U.S. 156, 175 (1852)(“A principle, 
in the abstract, is a fundamental truth; an original cause; a 
motive; these cannot be patented, as no one can claim in either 
of them an exclusive right.””); Funk Brothers Seed Co. v. Kalo 
Inoculant Co., 333 U.S. 127, 132, 76 USPQ 280, 282 (1988) 
(combination of six species of bacteria to be non-statutory 
subject matter). 
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0 In re Ziegler, 992 F.2d 1197, 1200-03, 26 USPQ2d 1600, 
1603-06 (Fed. Cir. 1993); Brenner v. Manson, 383 U.S. at 528- 
36, 148 USPQ at 693-696. 


! See, e.g., In re Musgrave, 431 F.2d 882, 893, 167 USPQ 280, 
289-90 (CCPA 1970), cited with approval in In re Schrader, 22 
F3d 290, 297 (Fed. Cir. 1994) (Newman, J., dissenting). The 
definition of “technology” is the “application of science and 
engineering to the development of machines and procedures 
in order to enhance or improve human conditions, or at least 
to improve human efficiency in some respect.” Computer Dic- 
tionary 384 (2d ed. Microsoft Press 1994). 


» E.g., In re Waldbaum, 457 F.2d 997, 1003, 173 USPQ 430, 
434 (CCPA 1972) (“The phrase “technological arts,” as we 
have used it, is synonymous with the phrase “useful arts” as 
it appears in Article I, Section 8 of the Constitution.”). 


° See, e.g., In re Warmerdam, 33 F.3d at 1361, 31 USPQ2d 
at 1760 (holding non-statutory a claim to a data structure per 
se). 


** Computer Dictionary 210 (2d ed. Microsoft Press 1994): 


The meaning of data, as it is intended to be interpreted by 
people. Data consists of facts, which become information when 
they are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 
data represents. 


5 See, e.g., In re Lowry, 32 F.3d 1579, 1583, 32 USPQ2d 1031, 
1034-35 (Fed. Cir. 1994); In re Warmerdam, 33 F.3d at 1361- 
62, 31 USPQ2d at 17 60. 


°° In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 1759 (claim 
to computer having specific memory defined using product-by- 
process format). 


7 In re Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035. 


8 Diamond v. Diehr, 450 U.S. at 183, 209 USPQ at 6 (“A 
statutory process is . . . a mode of treatment of certain materials 
to produce a given result. It is an act, or a series of acts, 
performed upon the subject-matter to be transformed and 
reduced to a different state or thing . . . The process requires 
that certain things should be done with certain substances, and 
in a certain order; but the tools to be used in doing this may 
be of secondary consequence.”). 


9 In re Schrader, 22 F.3d 290, 295, 30 USPQ2d 1455, 1459 
(Fed. Cir. 1994). 


* Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 
*! Arrythmia, 958 F.2d at 1058-59, 22 USPQ2d at 1037-38. 


2 See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 
relationship between mass and energy, and laws of nature, such 
as the acceleration of gravity, namely, a=32 ft/sec.’, can be 
represented in mathematical format. However, some mathemat- 
ical algorithms and formulae do not represent scientific princi- 
ples or laws of nature; they represent ideas or mental processes 
and are simply logical vehicles for communicating possible 
solutions to complex problems. The presence of a mathematical 
algorithm or formula in a claim is merely an indication that a 
scientific principle, law of nature, idea or mental process may 
be the subject matter claimed and, thus, justify a rejection of that 
claim under 35 USC 101; but the presence of a mathematical 
algorithm or formula is only a signpost for further analysis.”). 
Cf. In re Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 
n.19 in which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether such 
subject matter is excluded from the scope of § 101 because it 
represents laws of nature, natural phenomena, or abstract ideas. 
See Diehr, 450 U.S. at 186 (viewed mathematicalalgorithm as a 
law of nature); Benson, 409 U.S. at 71-72 (treated mathematical 
algorithm as an “idea”). The Supreme Court also has not been 
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clear as to exactly what kind of mathematical subject matter 
may not be patented. The Supreme Court has used, among 
others, the terms “mathematical algorithm,” “mathematical for- 
mula,” and “mathematical equation” to describe types of mathe- 
matical subject matter not entitled to patent protection standing 
alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


3 In re Walter, 618 F.2d at 769, 205 USPQ at 409 (“Although 
the claim preambles relate the claimed invention to the art of 
seismic prospecting, the claims themselves are not drawn to 
methods of or apparatus for seismic prospecting; they are drawn 
to improved mathematical methods for interpreting the results 
of seismic prospecting.”). 


* In re Richman, 563 F.2d 1026, 1030, 195 USPQ 340, 343 
(CCPA 1977) (“In the present case too, notwithstanding that 
the antecedent steps are novel and unobvious, they merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations. Thus, such antecedent 
steps do not suffice to render the claimed methods, considered 
as a whole, statutory subject matter.”’). 


In In re Sarkar, 588 F.2d 1330, 1335, 200 USPQ 132, 139 
(CCPA the court explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the formula 
has thus been viewed as a form of mathematical step. If the 
steps of gathering and substituting values were alone sufficient, 
every mathematical equation, formula, or algorithm having any 
practical use would be per se subject to parenting as a “process” 
under § 101. Consideration of whether the substitution of spe- 
cific values is enough to convert the disembodied ideas present 
in the formula into an embodiment of those ideas, or into an 
application of the formula, is foreclosed by the current state 
of the law. 


© In re Taner, 681 F.2d 787, 788, 214 USPQ 678, 679 (CCPA 
1982). 


7 In re Abele, 684 F.2d at 908, 214 USPQ at 687 (“The 
specification indicates that such attenuation data is available 
only when an X-ray beam is produced by a CAT scanner, 
passed through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, and 
the resultant modified data displayed in the required format.’). 


8 In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 136, 145 
n.7 (CCPA 1979) (“Appellants’ claimed step of perturbing the 
values of a set of process inputs (step 3), in addition to being 
a mathematical operation, appears to be a data-gathering step 
of the type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process .. . . In this 
instance, the perturbed process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of process 
inputs.”). 


* In re Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


” Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


“! In re Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 
could be satisfied by the mere recordation of the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


® In re Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


8 In re Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and display 
of the result, albeit in a particular format. The specification 
provides no greater meaning to “data in a field” than a matrix 
of numbers regardless of by what method generated. Thus, ¢he 
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algorithm is neither explicitly nor implicitly applied to any 
certain process. Moreover, that the result is displayed as a shade 
of gray rather than as simply a number provides no greater or 
better information, considering the broad range of applications 
encompassed by the claim.”). 


* In re de Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 446 
(CCPA 1967) (“That the computer is instructed to transmit 
electrical signals, representing the results of its calculations, 
does not constitute the type of “post solution activity” found 
in Flook, supra, and does not transform the claim into one for 
a process merely using an algorithm. The final transmitting 
step constitutes nothing more than reading out the result of the 
calculations.”)). 


*S See In re Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 
n.6 (“post-solution” construction that was being modeled by 
the mathematical process not considered in deciding § 101 
question because applicant indicated that such construction was 
not a material element of the invention). 


© E.g., In re Warmerdam, 33 F.3d at 1359, 31 USPQ2d at 
1759. See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1458- 
59 (although the court determined that the subject matter was 
simply a mathematical algorithm, Schrader’s process mere 
manipulated an abstract idea). 


*” See, e.g., Northern Telecom, Inc. v. Datapoint Corp., 908 
F.2d 931, 941-43, 15 USPQ 2d 1321, 1328-1330 (Fed. Cir. 
1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 768 
F.2d 1318, 1334, 226 USPQ 758, 762-63 (Fed. Cir. 1985) 
(invention was adequately disclosed for purposes of enablement 
even though all of the circuitry of a word processor was not 
disclosed, since the undisclosed circuitry was deemed inconse- 
quential because it did not pertain to the claimed circuit); Jn 
re Phillips, 608 F.2d 879, 882-83, 203 USPQ 971, 975 (CCPA 
1979) (computerized method of generating printed architectural 
specifications dependent on use of glossary of predefined stan- 
dard phrases and error-checking feature enabled by overall 
disclosure generally defining errors); In re Donohue, 550 F.2d 
1269, 1271, 193 USPQ 136, 137 (CCPA 1977) (“Employment 
of block diagrams and descriptions of their functions is not 
fatal under 35 U.S.C. § 112, first paragraph, providing the 
represented structure is conventional and can be determined 
without undue experimentation.”); In re Knowlton, 481 F.2d 
1357, 1366-68, USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed descrip- 
tion of all the circuitry in the complete hardware system 
reversed). 


48 See Miles Labs v. Shandon, Inc., 997 F.2d 870, 875, 27 
USPQ2d 1123, 1126 (Fed. Cir. 1993) (“test for definiteness is 
whether one skilled in the art would understand the bounds of 
the claim when read in light of the specification”). 


In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541, 550 
(CCPA 1969) (holding that claim did not comply with 35 
U.S.C. § 112 | 2 because it was admittedly beyond that which 
“applicant regard[ed] as his invention”). 


* See In re Naquin, 398 F.2d 86, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best chance 
of being enabled, to carry out the aspect proper to their spe- 
cialty.“). See also Ex parte Zechnall, 194 USPQ 461, 461 (Bd. 
App. 1973) (’appellants’ disclosure must be held sufficient if 
it would enable a person skilled in the electronic computer art, 
in cooperation with a person skilled in the fuel injection art, 
to make and use appellants’ invention”). 


‘| Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function language 
according to 35 U.S.C. § 112 46. In the first, Jn re Donaldson, 
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F.3d 1189, 1193, 29 USPQ2d 1845, 1848 (Fed. Cir. 1994), the 
court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in a claim must 
look to the specification and interpret that language in light of 
the corresponding structure, material, or acts described therein, 
and equivalents thereof, to the extent that the specification 
provides such disclosure. Paragraph six does not state or even 
suggest that the PTO is exempt from this mandate, and there 
is no legislative history indicating that Congress intended that 
the PTO should be. Thus, this court must accept the plain and 
precise language of paragraph six. 


Consistent with Donaldson, in the second decision, Jn re 
Alappat, 33 F.3d at 1540, 31 USPQ2d at 1554, the Federal 
Circuit held: 


Given Alappat’s disclosure, it was error for the Board majority 
to interpret each of the means clauses in claim 15 so broadly 
as to “read on any and every means for performing the function” 
recited, as it said it was doing, and then to conclude that claim 
15 is nothing more than a process claim wherein each means 
clause represents a step in that process. Contrary to suggestions 
by the Commissioner, this court’s precedents do not support 
the Board’s view that the particular apparatus claims at issue 
in this case may be viewed as nothing more than process claims. 


2 1162 O.G. 59 (May 17, 1994). 


3 For example, in Jn re Prater, 415 F.2d at 1403-04, 162 USPQ 
at 549-50, the court considered a claim that was found to 
encompass both the mental and physical performance of a series 
of calculations (i.e., the claim was not limited to performance 
of a calculation on a machine). The applicant had argued that 
the invention was to be practiced using a machine. Jd. The 
court found that while the claims defined a statutory process, 


they were deficient under the second paragraph of § 112. /d. 
The court emphasized that: 


[W]hen read in the light of the specification, claim 9 does read 
on a mental process augmented by pencil and paper markings. 
We find no express limitation in claim 9 which, even when 
interpreted in the light of the specification, would support the 
conclusion that the claim is limited to a “machine process” or 
“machine-implemented process.” This is particularly important 
in this case since the board noted that, in their brief before the 
board, appellants acknowledged that “[though] not practical 
for most of the needed applications, their method, theoretically, 
can be practiced by hand.” . Inasmuch as claim 9, thus 
interpreted, reads on subject matter for which appellants do 
not seek coverage, and therefore tacitly admit to be beyond 
that which “applicant regards as his invention,” we feel that 
the claim fails to comply with 35 USC 112 which requires that 
“[the] specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention.” (Emphasis 
added.) This is true notwithstanding appellants’ disclosure of 
a machine-implemented process. [Id.] 


The basis of this type of rejection is that the claim, as cast, is 
incomplete. 


“ If the invention, both as disclosed and as claimed, is not 
statutory subject matter, reject the claims under § 101 for being 
drawn to non-statutory subject matter, and under § 112, second 
paragraph, for failing to particularly point out and distinctly 
claim an invention entitled to protection under U.S. patent law. 


8 See 37 CFR § 1.52(a) (“The application, any amendments 
or corrections thereto, and the oath or declaration must be in 
the English language except as — for in § 1.69 and 
paragraph (d) of this section . 4 


°° See Computer Dictionary 353 (Microsoft Press 1994). 
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APPENDIX 


I. Guidelines for Examination of Computer-Implemented 
Inventions 


(Proposed) 


60 Fed. Reg. 28,778 (June 2, 1995) 


A. General Considerations 


The following guidelines have been developed to assist 
Office personnel in their review of applications drawn to com- 
puter-implemented inventions. These guidelines respond to 
recent changes in the law that governs the patentability of 
computer-implemented inventions, and set forth the official 
policy of the Office regarding inventions in this field of tech- 
nology. 

It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. The Office can 
best achieve this goal by raising any issue that may affect 
patentability in the initial action on the merits. Under the princi- 
ples of compact prosecution, each claim should be reviewed 
for compliance with every statutory requirement of patentability 
in the initial review of the application, even if one or more 
claims is found to be deficient with respect to one statutory 
requirement. Deficiencies should be explained clearly, particu- 
larly when they serve as a basis of a rejection. Where possible, 
examiners should indicate how rejections may be overcome 
and problems resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 


B. Procedures to be Followed When Evaluating Computer- 
Implemented Inventions 


The following procedures should be used when reviewing 
applications drawn to computer-implemented inventions. 


1. Determine what the applicant has invented by reviewing the 
written description and the claims. 


(a) Identify any specific embodiments of the invention that 
have been disclosed, review the detailed description of the 
invention and note the specific utility that has been asserted 


for the invention. 

(b) Analyze each claim carefully, correlating each claim 
element to the relevant portion of the written description that 
describes that element. Give claim elements their broadest rea- 
sonable interpretation that is consistent with the written descrip- 
tion. If elements of a claimed invention are defined in means 
plus function format, review the written description to identify 
the specific structure, materials or acts that correspond to each 
such element. 


(c) Considering each claim as a whole, classify the invention 
defined by each claim as to its statutory category (i.e., process, 
machine, manufacture or composition of matter). Rely on the 
following presumptions in making this classification. 


(i) A computer or other programmable apparatus whose 
actions are directed by a computer program or other form of 
“software” is a statutory “machine.” 


(ii) A computer readable memory that can be used to direct 
a computer to function in a particular manner when used by 
the computer [1] is a statutory “article of manufacture”. 


(iii) A series of specific operational steps to be performed 
on or with the aid of a computer is a statutory “process”. 


A claim that clearly defines a computer-implemented process 
but is not cast as an element of a computer readable memory 
or as implemented on a computer should be classified as a 
statutory “process.” [2] If an applicant responds to an action 
of the Office based on this classification by asserting that 
subject matter claimed in this format is a machine or an article 
of manufacture, reject the claim under 35 U.S.C. § 112, second 
paragraph, for failing to recite at least one physical element in 
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the claims that would otherwise place the invention in either 
of these two “product” categories. The Examiner should also 
object to the specification under 37 CFR 1.71(b) if such an 
assertion is made, as the complete invention contemplated by 
the applicant has not been cast precisely as being an invention 
within one of the statutory categories. 


A claim that defines an invention as any of the following 
subject matter should be classified as non-statutory: 


—acompilation or arrangement of data, independent of any 
physical element; 


— a known machine-readable storage medium that is 
encoded with data representing creative or artistic expression 
(e.g., a work of music, art or literature) [3], [4]; 


— a “data structure” independent of any physical element 
(i.e., not as implemented on a physical component of a computer 
such as a computer readable memory to render that component 
capable of causing a computer to operate in a particular 
manner); or 


—a process that does nothing more than manipulate abstract 
ideas or concepts (e.g., a process consisting solely of the steps 
one would follow in solving a mathematical problem [5]). 


Claims in this form are indistinguishable from abstract ideas, 
laws of nature and natural phenomena and may not be patented. 
Non-statutory claims should be handled in the manner described 
in section (2)(c) below. 


2. Analyze each claim to determine if it complies with § 112, 
second paragraph, and with § 112, first paragraph. 


(a) Determine if the claims particularly point out and dis- 
tinctly claim the invention. To do this, compare the invention 
as claimed to the invention as it has been described in the 
specification. Pay particular attention to the specific utility 
contemplated for the invention—features or elements of the 
invention that are necessary to provide the specific utility con- 
templated for that invention must be reflected in the claims. If 
the claims fail to accurately define the invention, they should 
be rejected under § 112, second paragraph. A failure to limit 
the claim to reflect features of the invention that are necessary 
to impart the specific utility contemplated may also create a 
deficiency under § 112, first paragraph. 


If elements of a clain.-d invention are defined using “means 
plus function” language, but it is unclear what structure, mate- 
rials or acts are intended to correspond to those elements, reject 
the claim under § 112, second paragraph. A rejection imposed 
on this basis shifts the burden to the applicant to describe the 
specific structure, material or acts that correspond to the means 
element in question, and to identify the precise location in the 
specification where a description of that means element can 
be found. Interpretation of means elements for § 112, second 
paragraph purposed must be consistent with interpretation of 
such elements for §§ 102 and 103 purposes. 

Computer program-related elements of a computer-imple- 
mented [6] invention may serve as the specific structure, mate- 
rial or acts that correspond to an element of an invention defined 
using a means plus function limitation. For example, a series 
of operations performed by a computer under the direction of 
a computer program may serve as “specific acts” that corre- 
spond to a means element. Similarly, a computer-readable 
memory encoded with data representing a computer program 
that can cause a computer to function in a particular fashion, 
or a component of a computer that has been reconfigured with 
a computer program to operate in a particular fashion, can serve 
as the “specific structure” corresponding to a means element. 

Claims must be defined using the English language. See, 37 
CFR 1.52(a). A computer programming language is not the 
English language, despite the fact that English words may be 
used in that language. Thus, an applicant may not use computer 
program code, in either source or object format, to define the 
metes and bounds of a claim. A claim which attempts to define 
elements of an invention using computer program code, rather 
than the functional steps which are to be performed, should be 
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rejected under § 112, second paragraph, and should be objected 
to under 37 CFR 1.52(a). 


(b) Construe the scope of the claimed invention to determine 
if itis adequately supported by an enabling disclosure. Construe 
any element defined in means plus function language to encom- 
pass all reasonable equivalents of the specific structure, material 
or acts disclosed in the specification corresponding to that 
means element. Special care should be taken to ensure that each 
claim complies with the written description and enablement 
requirements of 35 U.S.C. § 112. 


(c) A claim as a whole that defines non-statutory subject 
matter is deficient under § 101, and under § 112, second para- 
graph. Determining the scope of a claim as a whole requires 
a clear understanding of what the applicant regards as the 
invention. The review performed in step 1 should be used to 
gain this understanding. 


(i) If the invention as disclosed in the written description 
is statutory, but the claims define subject matter that is not, 
the deficiency can be corrected by an appropriate claim amend- 
ment. Therefore, reject the claims under §§ 101 and 112, second 
paragraph, but identify the features of the invention that, if 
recited in the claim, would render the claimed subject matter 
statutory. 


(ii) If the invention, both as disclosed and as claimed, is 
not statutory subject matter, reject the claims under § 101 for 
being drawn to non-statutory subject matter, and under § 112, 
second paragraph, for failing to particularly point out and dis- 
tinctly claim an invention entitled to protection under U.S. 
patent law. 


An invention is not statutory if it falls within any of the non- 
statutory claim categories outlined in section (1)(c) above. Also, 
in rare situations, a claim classified as a statutory machine or 
article of manufacture may define non-statutory subject matter. 
Non-statutory subject matter (i.e., abstract ideas, laws of nature 
and natural phenomena) does not become statutory merely 
through a different form of claim presentation. Such a claim 
will (a) define the “invention” not through characteristics of 
the machine or article of manufacture claimed but exclusively 
in terms of a non-statutory process that is to be performed 
on or using that machine or article of manufacture, and (b) 
encompass any product in the stated class (e.g., computer, 
computer readable memory) configured in any manner to per- 
form that process. 


3. Determine if the claimed invention is novel and nonobvious 
under §§ 102 and 103. When evaluating claims defined using 
“mean plus function” language, refer to the specific guidance 
provided in the Jn re Donaldson guidelines [1162 OG 59] and 
section (3)(a) above. 


C. Notes on the Guidelines 


[1] Articles of manufacture encompassed by this definition 
consist of two elements: (1) a computer readable storage 
medium, such as a memory device, a compact disc or a floppy 
disk, and (2) data encoded on that storage medium in such a 
way that the storage medium causes a computer to operate in 
a specific and predefined manner. The composite of the two 
elements is a storage medium with a particular physical struc- 
ture and function (e.g., one that will impart the functionality 
represented by the data onto a computer). 


[2] For example, a claim that is cast as “a computer program” 
but which then recites specific steps to be implemented on or 
using a computer should be classified as a “process.” A claim 
to simply a “computer program” that does not define the inven- 
tion in terms of specific steps to be performed on or using a 
computer should not be classified as a statutory process. 


[3] The specific words or symbols that constitute a computer 
program represent the expression of the computer program and 
as such are a literary creation. 
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[4] A claim in this format should also be rejected under § 103, 
as being obvious over the known machine-readable storage 
medium standing alone. 


[5] A claim to a method consisting solely of the steps necessary 
to converting one set of numbers to another set of numbers 
without reciting any computer-implemented steps would be a 
non-statutory claim under this definition. 


[6] This includes the software and any associated computer 
hardware that is necessary to perform the functions directed 
by the software. 


[1180 OG 14] 


Department of Commerce 
Patent and Trademark Office 
[Docket No. 950531144-5304-02] 
RIN 0651-XX02 


Examination Guidelines for Computer-Related Inventions 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice. 

Summary: The Patent and Trademark Office (“Office”) is pub- 
lishing the final version of the guidelines to be used in examina- 
tion of computer-related inventions. 

Effective Date: March 29, 1996. 

For Further Information Contact: Karen A. Buchanan by tele- 
phone at (703) 305-8607, by facsimile at (703) 305-9373, by 
electronic mail at buchanan @uspto.gov, or by mail marked to 
her attention addressed to Office of the Solicitor, P.O. Box 
15667, Arlington, Va. 22215. 


Supplementary Information: 
A. Discussion of Public Comments 


The Office received forty-six comments in response to the 
“Request for Public Comment on the Proposed Examination 
Guidelines for Computer-Implemented Inventions” published 
on June 2, 1995 (60 FR 28778) and the supporting legal analysis 
issued on October 3, 1995. The Office has carefully considered 
all of the comments, and a number of changes have been made 
in response 

These changes include: (1) merging the guidelines and the 
legal analysis in support of the guidelines into a single docu- 
ment, (2) changing the subject title of the document from 
“computer-implemented” inventions to “computer-related” 
inventions, (3) clarifying the legal requirements for statutory 
subject matter, (4) segmenting the guidelines into separate statu- 
tory requirements for patentability, and (5) ensuring that the 
guidelines treated computer-related inventions in the same 
manner as inventions in other technologies to avoid creation 
of an artificial distinction between hardware-implemented and 
software-implemented inventions 

Several suggestions have not been adopted. These include: 
(1) determining that claims for data structures per se and com- 
puter programs per se are statutory subject matter, (2) deter- 
mining that claims for non-functional descriptive material 
embodied on computer-readable media are statutory subject 
matter, and (3) treating claims that infer functional descriptive 
material is embodied on computer-readable medium as claims 
limited to computer-readable medium embodying the func- 
tional descriptive material. The first two suggestions are 
addressed in detail in Section IV.B.1(a)-(c) and the last sugges- 
tion is addressed in detail in Section IV.B.2(d). 

Several commentors encouraged the Office to improve its 
ability to conduct effective prior art searches. Such encourage- 
ment is consistent with the current Office plan to use automated 
search tools to effectively conduct such prior art searches 


B. Examination Guidelines for Computer-Related Inven- 
tions 


I. Introduction 


These “Examination Guidelines for Computer-Related 
Inventions” (“Guidelines”) are to assist Office personnel in 
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the examination of applications drawn to computer-related 
inventions.” The Guidelines are based on the Office’s current 
understanding of the law and are believed to be fully consistent 
with binding precedent of the Supreme Court, the Federal Cir- 
cuit and the Federal Circuit's predecessor courts. 

These Guidelines do not constitute substantive rulemaking 
and hence do not have the force and effect of law. These 
Guidelines have been designed to assist Office personnel in 
analyzing claimed subject matter for compliance with substan- 
tive law. Rejections will be based upon the substantive law 
and it is these rejections which are appealable. Consequently, 
any failure by Office personnel to follow the Guidelines is 
neither appealable nor petitionable. 

The Guidelines alter the procedures Office personnel will 
follow when examining applications drawn to computer-related 
inventions and are equally applicable to claimed inventions 
implemented in either hardware or software. The Guidelines 
also clarify the Office’s position on certain patentability stan- 
dards related to this field of technology. Office personnel are 
to rely on these Guidelines in the event of any inconsistent 
treatment of issues between these Guidelines and any earlier 
provided guidance from the Office. 


The Freeman-Walter-Abele’ test may additionally be relied 
upon in analyzing claims directed solely to a process for solving 
a mathematical algorithm. 

Office personnel have had difficulty in properly treating 
claims directed to methods of doing business. Claims should 
not be categorized as methods of doing business. Instead, such 
claims should be treated like any other process claims, pursuant 
to these Guidelines when relevant.* 

The appendix includes a flow chart of the process Office 
personnel will follow in conducting examinations for computer- 
related inventions. 


II. Determine What Applicant Has Invented and Is Seeking 
to Patent 


It is essential that patent applicants obtain a prompt yet 
complete examination of their applications. Under the princi- 
ples of compact prosecution, each claim should be reviewed for 
compliance with every statutory requirement for patentability in 
the initial review of the application, even if one or more claims 
are found to be deficient with respect to some statutory require- 
ment. Thus, Office personnel should state all reasons and bases 
for rejecting claims in the first Office action. Deficiencies 
should be explained clearly, particularly when they serve as a 
basis for a rejection. Whenever practicable, Office personnel 
should indicate how rejections may be overcome and how 
problems may be resolved. A failure to follow this approach can 
lead to unnecessary delays in the prosecution of the application. 


Prior to focusing on specific statutory requirements, Office 
personnel must begin examination by determining what, pre- 
cisely, the applicant has invented and is seeking to patent,° and 
how the claims relate to and define that invention. Conse- 
quently, Office personnel will no longer begin examination 
by determining if a claim recites a “mathematical algorithm.” 
Rather, they will review the complete specification, including 
the detailed description of the invention, any specific embodi- 
ments that have been disclosed, the claims and any specific 
utilities that have been asserted for the invention. 


A. Identify and Understand Any Practical Application 
Asserted for the Invention 


The subject matter sought to be patented must be a “useful” 
process, machine, manufacture or composition of matter, i.e., 
it must have a practical application. The purpose of this require- 
ment is to limit patent protection to inventions that possess a 
certain level of “real world” value, as opposed to subject matter 
that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research.° 
Accordingly, a complete disclosure should contain some indica- 
tion of the practical application for the claimed invention, i.e., 
why the applicant believes the claimed invention is useful. 

The utility of an invention must be within the “technological” 
arts.’ A computer-related invention is within the technological 
arts. A practical application of a computer-related invention is 
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statutory subject matter. This requirement can be discerned 
from the variously phrased prohibitions against the patenting 
of abstract ideas, laws of nature or natural phenomena. An 
invention that has a practical application in the technological 
arts satisfies the utility requirement." 

The applicant is in the best position to explain why an inven- 
tion is believed useful. Office personnel should therefore focus 
their efforts on pointing out statements made in the specification 
that identify all practical applications for the invention. Office 
personnel should rely on such statements throughout the exami- 
nation when assessing the invention for compliance with all 
statutory criteria. An applicant may assert more than one prac- 
tical application, but only one is necessary to satisfy the utility 
requirement. Office personnel should review the entire disclo- 
sure to determine the features necessary to accomplish at least 
one asserted practical application. 


B. Review the Detailed Disclosure and Specific Embodi- 
ments of the Invention to Determine What the Applicant 
Has Invented 


The written description will provide the clearest explanation 
of the applicant’s invention, by exemplifying the invention, 
explaining how it relates to the prior art and explaining the 
relative significance of various features of the invention. 
Accordingly, Office personnel should begin their evaluation of 
a computer-related invention as follows: 


— determine what the programmed computer does when it 
performs the processes dictated by the software (i.e., the func- 
tionality of the programmed computer);’ 


— determine how the computer is to be configured to provide 
that functionality (i.e., what elements constitute the pro- 
grammed computer and how those elements are configured and 
interrelated to provide the specified functionality); and 


— if applicable, determine the relationship of the programmed 
computer to other subject matter outside the computer that 
constitutes the invention (e.g., machines, devices, materials, or 
process steps other than those that are part of or performed by 
the programmed computer).'° 


Patent applicants can assist the Office by preparing applica- 
tions that clearly set forth these aspects of a computer-related 
invention. 


C. Review the Claims 


The claims define the property rights provided by a patent, 
and thus require careful scrutiny. The goal of claim analysis 
is to identify the boundaries of the protection sought by the 
applicant and to understand how the claims relate to and define 
what the applicant has indicated is the invention. Office per- 
sonnel must thoroughly analyze the language of a claim before 
determining if the claim complies with each statutory require- 
ment for patentability. 

Office personnel should begin claim analysis by identifying 
and evaluating each claim limitation. For processes, the claim 
limitations will define steps or acts to be performed. For prod- 
ucts'', the claim limitations will define discrete physical struc- 
tures. The discrete physical structures may be comprised of 
hardware or a combination of hardware and software. 

Office personnel are to correlate each claim limitation to all 
portions of the disclosure that describe the claim limitation. 
This is to be done in all cases, i.e., whether or not the claimed 
invention is defined using means or step plus function language. 
The correlation step will ensure that Office personnel correctly 
interpret each claim limitation. 

The subject matter of a properly construed claim is defined 
by the terms that limit its scope. It is this subject matter that must 
be examined. As a general matter, the grammar and intended 
meaning of terms used in a claim will dictate whether the 
language limits the claim scope. Language that suggests or 
makes optional but does not require steps to be performed or 
does not limit a claim to a particular structure does not limit 
the scope of a claim or claim limitation.’ 

Office personnel must rely on the applicant’s disclosure to 
properly determine the meaning of terms used in the claims."* 
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An applicant is entitled to be his or her own lexicographer, 
and in many instances will provide an explicit definition for 
certain terms used in the claims. Where an explicit definition 
is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. 
Office personnel should determine if the original disclosure 
provides a definition consistent with any assertions made by 
applicant.'* If an applicant does not define a term in the specifi- 
cation, that term will be given its “common meaning.” 

If the applicant asserts that a term has a meaning that conflicts 
with the term’s art-accepted meaning, Office personnel should 
encourage the applicant to amend the claim to better reflect what 
applicant intends to claim as the invention. If the application 
becomes a patent, it becomes prior art against subsequent appli- 
cations. Therefore, it is important for later search purposes to 
have the patentee employ commonly accepted terminology, 
particularly for searching text-searchable databases. 

Office personnel must always remember to use the perspec- 
tive of one of ordinary skill in the art. Claims and disclosures 
are not to be evaluated in a vacuum. If elements of an invention 
are well known in the art, the applicant does not have to provide 
a disclosure that describes those elements. In such a case the 
elements will be construed as encompassing any and every art- 
recognized hardware or combination of hardware and software 
technique for implementing the defined requisite functional- 
ities. 

Office personnel are to give claims their broadest reasonable 
interpretation in light of the supporting disclosure.'° Where 
means plus function language is used to define the characteris- 
tics of a machine or manufacture invention, claim limitations 
must be interpreted to read on only the structures or materials 
disclosed in the specification and “equivalents thereof.””'’ Dis- 
closure may be express, implicit or inherent. Thus, at the outset, 
Office personnel must attempt to correlate claimed means to 
elements set forth in the written description. The written 
description includes the specification and the drawings. Office 
personnel are to give the claimed means plus function limita- 
tions their broadest reasonable interpretation consistent with 
all corresponding structures or materials described in the speci- 
fication and their equivalents. Further guidance in interpreting 
the scope of equivalents is provided in the “Examination Guide- 
lines For Claims Reciting A Means or Step Plus Function 
Limitation In Accordance With 35 U.S.C. 112, 6th Paragraph” 
(“Means Plus Function Guidelines”).'* 

While it is appropriate to use the specification to determine 
what applicant intends a term to mean, a positive limitation 
from the specification cannot be read into a claim that does 
not impose that limitation. A broad interpretation of a claim 
by Office personnel will reduce the possibility that the claim, 
when issued, will be interpreted more broadly than is justified 
or intended. An applicant can always amend a claim during 
prosecution to better reflect the intended scope of the claim. 

Finally, when evaluating the scope of a claim, every limita- 
tion in the claim must be considered.’ Office personnel may 
not dissect a claimed invention into discrete elements and then 
evaluate the elements in isolation. Instead, the claim as a whole 
must be considered. 


III. Conduct a Thorough Search of the Prior Art 


Prior to classifying the claimed invention under § 101, Office 
personnel are expected to conduct a thorough search of the 
prior art. Generally, a thorough search involves reviewing both 
U.S. and foreign patents and non-patent literature. In many 
cases, the result of such a search will contribute to Office 
personnel’s understanding of the invention. Both claimed and 
unclaimed aspects of the invention described in the specification 
should be searched if there is a reasonable expectation that the 
unclaimed aspects may be later claimed. A search must take 
into account any structure or material described in the specifica- 
tion and its equivalents which correspond to the claimed means 
plus function limitation, in accordance with 35 U.S.C. § 112, 
sixth paragraph and the Means Plus Function Guidelines.” 
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IV. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 101 


A. Consider the Breadth of 35 U.S.C. § 101 Under Control- 
ling Law 


As the Supreme Court has held, Congress chose the expan- 
sive language of § 101 so as to include “anything under the 
sun that is made by man.” Accordingly, § 101 of title 35, 
United States Code, provides: 


Whoever invents or discovers any new and useful process, 
machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of this title.” 


As cast, § 101 defines four categories of inventions that Con- 
gress deemed to be the appropriate subject matter of a patent; 
namely, processes, machines, manufactures and compositions 
of matter. The latter three categories define “things” while the 
first category defines “actions” (i.e., inventions that consist of 
a series of steps or acts to be performed).”* 

Federal courts have held that § 101 does have certain limits. 
First, the phrase “anything under the sun that is made by man” 
is limited by the text of § 101, meaning that one may only 
patent something that is a machine, manufacture, composition 
of matter or a process.” Second, § 101 requires that the subject 
matter sought to be patented be a “useful” invention. Accord- 
ingly, a complete definition of the scope of § 101, reflecting 
Congressional intent, is that any new and useful process, 
machine, manufacture or composition of matter under the sun 
that is made by man is the proper subject matter of a patent. 
Subject matter not within one of the four statutory invention 
categories or which is not “useful” in a patent sense is, accord- 
ingly, not eligible to be patented. 

The subject matter courts have found to be outside the four 
statutory categories of invention is limited to abstract ideas, 
laws of nature and natural phenomena. While this is easily 
stated, determining whether an applicant is seeking to patent 
an abstract idea, a law of nature or a natural phenomenon has 
proven to be challenging. These three exclusions recognize that 
subject matter that is not a practical application or use of an 
idea, a law of nature or a natural phenomenon is not patentable.” 

Courts have expressed a concern over “preemption” of ideas, 
laws of nature or natural phenomena.” The concern over pre- 
emption serves to bolster and justify the prohibition against 
the patenting of such subject matter. In fact, such concerns are 
only relevant to claiming a scientific truth or principle. Thus, 
a claim to an “abstract idea” is non-statutory because it does 
not represent a practical application of the idea, not because 
it would preempt the idea. 


B. Classify the Claimed Invention as to Its Proper Statutory 
Category 


To properly determine whether a claimed invention complies 
with the statutory invention requirements of § 101, Office 
personnel should classify each claim into one or more statutory 
or non-statutory categories. If the claim falls into a non-statutory 
category, that should not preclude complete examination of the 
application for satisfaction of all other conditions of patent- 
ability. This classification is only an initial finding at this point 
in the examination process that will be again assessed after 
the examination for compliance with §§ 102, 103 and 112 is 
completed and before issuance of any Office action on the 
merits. 

If the invention as set forth in the written description is 
statutory, but the claims define subject matter that is not, the 
deficiency can be corrected by an appropriate amendment of 
the claims. In such a case, Office personnel should reject the 
claims drawn to non-statutory subject matter under § 101, but 
identify the features of the invention that would render the 
claimed subject matter statutory if recited in the claim. 


1. Non-Statutory Subject Matter 


Claims to computer-related inventions that are clearly non- 
statutory fall into the same general categories as non-statutory 
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claims in other arts, namely natural phenomena such as magne- 
tism, and abstract ideas or laws of nature which constitute 
“descriptive material.” Descriptive material can be character- 
ized as either “functional descriptive material” or “non-func- 
tional descriptive material.” In this context, “functional 
descriptive material” consists of data structures” and computer 
programs which impart functionality when encoded on a com- 
puter-readable medium. “Non-functional descriptive material” 
includes but is not limited to music, literary works and a compi- 
lation or mere arrangement of data. 

Both types of “descriptive material” are non-statutory when 
claimed as descriptive material per se. When functional descrip- 
tive material is recorded on some computer-readable medium 
it becomes structurally and functionally interrelated to the 
medium and will be statutory in most cases.** When non-func- 
tional descriptive material is recorded on some computer-read- 
able medium, it is not structurally and functionally interrelated 
to the medium but is merely carried by the medium. Merely 
claiming non-functional descriptive material stored in a com- 
puter-readable medium does not make it statutory. Such a result 
would exalt form over substance.” Thus, non-statutory music 
does not become statutory by merely recording it on a compact 
disk. Protection for this type of work is provided under the 
copyright law. 

Claims to processes that do nothing more than solve mathe- 
matical problems or manipulate abstract ideas or concepts are 
more complex to analyze and are addressed below. See sections 
IV.B.2(d) and [V.B.2(e). 


(a) Functional Descriptive Material: “Data Structures” 
Representing Descriptive Material Per Se or Computer Pro- 
grams Representing Computer Listings Per Se 


Data structures not claimed as embodied in computer-read- 
able media are descriptive material per se and are not statutory 
because they are neither physical “things” nor statutory pro- 
cesses.’ Such claimed data structures do not define any struc- 
tural and functional interrelationships between the data structure 
and other claimed aspects of the invention which permit the data 
structure’s functionality to be realized. In contrast, a claimed 
computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the 
data structure and the medium which permit the data structure’s 
functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings 
per se, i.e., the descriptions or expressions of the programs, 
are not physical “things,” nor are they statutory processes, as 
they are not “acts” being performed. Such claimed computer 
programs do not define any structural and functional interrela- 
tionships between the computer program and other claimed 
aspects of the invention which permit the computer program’s 
functionality to be realized. In contrast, a claimed computer- 
readable medium encoded with a computer program defines 
structural and functional interrelationships between the com- 
puter program and the medium which permit the computer 
program’s functionality to be realized, and is thus statutory. 
Accordingly, it is important to distinguish claims that define 
descriptive material per se from claims that define statutory 
inventions. 

Computer programs are often recited as part of a claim. Office 
personnel should determine whether the computer program is 
being claimed as part of an otherwise statutory manufacture 
or machine. In such a case, the claim remains statutory irrespec- 
tive of the fact that a computer program is included in the 
claim. The same result occurs when a computer program is 
used in a computerized process where the computer executes 
the instructions set forth in the computer program. Only when 
the claimed invention taken as a whole is directed to a mere 
program listing, i.e., to only its description or expression, is it 
descriptive material per se and hence non-statutory. 

Since a computer program is merely a set of instructions 
capable of being executed by a computer, the computer program 
itself is not a process and Office personnel should treat a 
claim for a computer program, without the computer-readable 
medium needed to realize the computer program’s function- 
ality, as non-statutory functional descriptive material. When a 
computer program is claimed in a process where the computer 
is executing the computer program’s instructions, Office per- 
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sonnel should treat the claim as a process claim. See Sections 
IV.B.2(b)-(e). When a computer program is recited in conjunc- 
tion with a physical structure, such as a computer memory, 
Office personnel should treat the claim as a product claim. See 
Section IV.B.2(a). 


(b) Non-Functional Descriptive Material 


Descriptive material that cannot exhibit any functional inter- 
relationship with the way in which computing processes are 
performed does not constitute a statutory process, machine, 
manufacture or composition of matter and should be rejected 
under § 101. Thus, Office personnel should consider the claimed 
invention as a whole to determine whether the necessary func- 
tional interrelationship is provided. 

Where certain types of descriptive material, such as music, 
literature, art, photographs and mere arrangements or compila- 
tions of facts or data,’ are merely stored so as to be read 
or outputted by a computer without creating any functional 
interrelationship, either as part of the stored data or as part of 
the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either 
to the data as so structured, or to the computer. Such “descriptive 
material” is not a process, machine, manufacture or composition 
of matter. 

The policy that precludes the patenting of non-functional 
descriptive material would be easily frustrated if the same 
descriptive material could be patented when claimed as an 
article of manufacture.” For example, music is commonly sold 
to consumers in the format of a compact disc. In such cases, 
the known compact disc acts as nothing more than a carrier for 
non-functional descriptive material. The purely non-functional 
descriptive material cannot alone provide the practical applica- 
tion for the manufacture. 

Office personnel should be prudent in applying the foregoing 
guidance. Non-functional descriptive material may be claimed 
in combination with other functional descriptive material on a 
computer-readable medium to provide the necessary functional 
and structural interrelationship to satisfy the requirements of 
§ 101. The presence of the claimed non-functional descriptive 
material is not necessarily determinative of non-statutory sub- 
ject matter. For example, a computer that recognizes a particular 
grouping of musical notes read from memory and upon recog- 
nizing that particular sequence, causes another defined series 
of notes to be played, defines a functional interrelationship 
among that data and the computing processes performed when 
utilizing that data, and as such is statutory because it implements 
a statutory process. 


(c) Natural Phenomena Such as Electricity and Magnetism 


Claims that recite nothing but the physical characteristics of 
a form of energy, such as a frequency, voltage, or the strength 
of a magnetic field, define energy or magnetism, per se, and 
as such are non-statutory natural phenomena.** However, a 
claim directed to a practical application of a natural phenom- 
enon such as energy or magnetism is statutory.“ 


2. Statutory Subject Matter 
(a) Statutory Product Claims* 


If a claim defines a useful machine or manufacture by identi- 
fying the physical structure of the machine or manufacture in 
terms of its hardware or hardware and software combination, 
it defines a statutory product.*® 

A machine or manufacture claim may be one of two types: 
(1) a claim that encompasses any and every machine for per- 
forming the underlying process or any and every manufacture 
that can cause a computer to perform the underlying process, 
or (2) a claim that defines a specific machine or manufacture. 
When a claim is of the first type, Office personnel are to 
evaluate the underlying process the computer will perform in 
order to determine the patentability of the product. 


(i) Claims that Encompass Any Machine or Manufacture 
Embodiment of a Process 


Office personnel must treat each claim as a whole. The mere 
fact that a hardware element is recited in a claim does not 
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necessarily limit the claim to a specific machine or manufac- 
ture.’’ If a product claim encompasses any and every computer 
implementation of a process, when read in light of the specifica- 
tion, it should be examined on the basis of the underlying 
process. Such a claim can be recognized as it will: 


— define the physical characteristics of a computer or computer 
component exclusively as functions or steps to be performed 
on or by a computer, and 

— encompass any and every product in the stated class (e.g., 
computer, computer-readable memory) configured in any 
manner to perform that process. 


Office personnel are reminded that finding a product claim 
to encompass any and every product embodiment of a process 
invention simply means that the Office will presume that the 
product claim encompasses any and every hardware or hard- 
ware platform and associated software implementation that 
performs the specified set of claimed functions. Because this 
is interpretive and nothing more, it does not provide any infor- 
mation as to the patentability of the applicant’s underlying 
process or the product claim. 

When Office personnel have reviewed the claim as a whole 
and found that it is not limited to a specific machine or manufac- 
ture, they shall identify how each claim limitation has been 
treated and set forth their reasons in support of their conclusion 
that the claim encompasses any and every machine or manufac- 
ture embodiment of a process. This will shift the burden to 
applicant to demonstrate why the claimed invention should be 
limited to a specific machine or manufacture. 

If a claim is found to encompass any and every product 
embodiment of the underlying process, and if the underlying 
process is statutory, the product claim should be classified as 
a statutory product. By the same token, if the underlying process 
invention is found to be non-statutory, Office personnel should 
classify the “product” claim as a “non-statutory product.” If 
the product claim is classified as being a non-statutory product 
on the basis of the underlying process, Office personnel should 
emphasize that they have considered all claim limitations and 
are basing their finding on the analysis of the underlying pro- 
cess. 


(ii) Product Claims—Claims Directed to Specific Machines 
and Manufactures 


If a product claim does not encompass any and every com- 
puter-implementation of a process, then it must be treated as 
a specific machine or manufacture. Claims that define a com- 
puter-related invention as a specific machine or specific article 
of manufacture must define the physical structure of the 
machine or manufacture in terms of its hardware or hardware 
and “specific software.’”** The applicant may define the physical 
structure of a programmed computer or its hardware or software 
components in any manner that can be clearly understood by 
a person skilled in the relevant art. Generally a claim drawn 
to a particular programmed computer should identify the ele- 
ments of the computer and indicate how those elements are 
configured in either hardware or a combination of hardware 
and specific software. 

To adequately define a specific computer memory, the claim 
must identify a general or specific memory and the specific 
software which provides the functionality stored in the memory. 

A claim limited to a specific machine or manufacture, which 
has a practical application in the technological arts, is statutory. 
In most cases, a claim to a specific machine or manufacture 
will have a practical application in the technological arts. 


(iii) Hypothetical Machine Claims Which Illustrate Claims 
of the Types Described in Sections IV.B.2(a)(i) and (ii) 


Two applicants present a claim to the following process: 


A process for determining and displaying the structure of a 
chemical compound comprising: 


(a) solving the wavefunction parameters for the compound 
to determine the structure of a compound; and 
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(b) displaying the structure of the compound determined 
in step (a). 


Each applicant also presents a claim to the following apparatus: 


A computer system for determining the three dimensional 
structure of a chemical compound comprising: 


Applicant A 


The disclosure describes specific soft- 
ware, i.e., specific program code seg- 
ments, that are to be employed to 
configure a general purpose micropro- 
cessor to create specific logic circuits. 
These circuits are indicated to be the 
“means” corresponding to the claimed 
means limitations. 


Disclosure 


Claim defines specific computer, patent- 
ability stands independently from process 
claim. 


Disclosure identifies the specific machine 
capable of performing the indicated func- 
tions. 


Explanation 


(b) Statutory Process Claims 


A claim that requires one or more acts to be performed 
defines a process. However, not all processes are statutory 
under § 101. To be statutory, a claimed computer-related 
process must either: (1) result in a physical transformation 
outside the computer for which a practical application in the 
technological arts is either disclosed in the specification or 
would have been known to a skilled artisan (discussed in (i) 
below),” or (2) be limited by the language in the claim to a 
practical application within the technological arts (discussed 
in (ii) below). The claimed practical application must be a 
further limitation upon the claimed subject matter if the pro- 
cess is confined to the internal operations of the computer. 
If a physical transformation occurs outside the computer, it 
is not necessary to claim the practical application. A disclo- 
sure that permits a skilled artisan to practice the claimed 
invention, i.e., to put it to a practical use, is sufficient. On 
the other hand, it is necessary to claim the practical applica- 
tion if there is no physical transformation or if the process 
merely manipulates concepts or converts one set of numbers 
into another. 

A claimed process is clearly statutory if it results in a phys- 
ical transformation outside the computer, i.e., falls into one 
or both of the following specific categories (“safe harbors”). 


(i) Safe Harbors 


— Independent Physical Acts (Post-Computer Process 
Activity) 


A process is statutory if it requires physical acts to be per- 
formed outside the computer independent of and following 
the steps to be performed by a programmed computer, 
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(a) means for determining the three dimensional structure 
of a compound; and 

(b) means for creating and displaying an image repre- 
senting a three-dimensional perspective of the compound. 


In addition, each applicant provides the noted disclosures to 
support the claims: 


Applicant B 


The disclosure states that it would be a 
matter of routine skill to select an appro- 
priate conventional computer system and 
implement the claimed process on that 
computer system. The disclosure does 
not have specific disclosure that corres- 
ponds to the two “means” limitations 
recited in the claim (i.e., no specific soft- 
ware or logic circuit). The disclosure 
does have an explanation of how to 
solve the wavefunction equations of a 
chemical compound, and indicates that 
the solutions of those wavefunction equa- 
tions can be employed to determine the 
physical structure of the corresponding 
compound. 


Claim encompasses any computer 
embodiment of process claim; patent- 
ability stands or falls with process claim. 


Disclosure does not provide any informa- 
tion to distinguish the “implementation” 
of the process on a computer from the 
factors that will govern the patentability 
determination of the process per se. As 
such, the patentability of this apparatus 
claim will stand or fall with that of the 
process claim. 


where those acts involve the manipulation of tangible phys- 
ical objects and result in the object having a different phys- 
ical attribute or structure.*' Thus, if a process claim includes 
one or more post- computer process steps that result in a 
physical transformation outside the computer (beyond 
merely conveying the direct result of the computer opera- 
tion, see Section IV.B.2(d)(iii)), the claim is clearly statu- 


tory. 


Examples of this type of statutory process include the fol- 
lowing: 


— A method of curing rubber in a mold which relies upon 
updating process parameters, using a computer processor to 
determine a time period for curing the rubber, using the com- 
puter processor to determine when the time period has been 
reached in the curing process and then opening the mold at 
that stage. 

— A method of controlling a mechanical robot which relies 
upon storing data in a computer that represents various types 
of mechanical movements of the robot, using a computer 
processor to calculate positioning of the robot in relation to 
given tasks to be performed by the robot, and controlling the 
robot’s movement and position based on the calculated posi- 
tion. 


— Manipulation of Data Representing Physical Objects 
or Activities (Pre-Computer Process Activity) 


Another statutory process is one that requires the measure- 
ments of physical objects or activities to be transformed out- 
side of the computer into computer data,’ where the data 
comprises signals corresponding to physical objects or activi- 
ties external to the computer system, and where the process 
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causes a physical transformation of the signals which are 
intangible representations of the physical objects or activi- 
ties.” 


Examples of this type of claimed statutory process include 
the following: 


— A method of using a computer processor to analyze elec- 
trical signals and data representative of human cardiac 
activity by converting the signals to time segments, applying 
the time segments in reverse order to a high pass filter 
means, using the computer processor to determine the ampli- 
tude of the high pass filter’s output, and using the computer 
processor to compare the value to a predetermined value. In 
this example the data is an intangible representation of phys- 
ical activity, i.e., human cardiac activity. The transformation 
occurs when heart activity is measured and an electrical 
signal is produced. This process has real world value in pre- 
dicting vulnerability to ventricular tachycardia immediately 
after a heart attack. 

— A method of using a computer processor to receive data 
representing Computerized Axial Tomography (“CAT”) scan 
images of a patient, performing a calculation to determine 
the difference between a local value at a data point and an 
average value of the data in a region surrounding the point, 
and displaying the difference as a gray scale for each point 
in the image, and displaying the resulting image. In this 
example the data is an intangible representation of a phys- 
ical object, i.e., portions of the anatomy of a patient. The 
transformation occurs when the condition of the human 
body is measured with X-rays and the X-rays are converted 
into electrical digital signals that represent the condition of 
the human body. The real world value of the invention lies 
in creating a new CAT scan image of body tissue without 
the presence of bones. 

— A method of using a computer processor to conduct 
seismic exploration, by imparting spherical seismic energy 
waves into the earth from a seismic source, generating a plu- 
rality of reflected signals in response to the seismic energy 
waves at a set of receiver positions in an array, and sum- 
ming the reflection signals to produce a signal simulating 
the reflection response of the earth to the seismic energy. In 
this example, the electrical signals processed by the com- 
puter represent reflected seismic energy. The transformation 
occurs by converting the spherical seismic energy waves 
into electrical signals which provide a geophysical represen- 
tation of formations below the earth’s surface. Geophysical 
exploration of formations below the surface of the earth has 
real world value. 

If a claim does not clearly fall into one or both of the safe 
harbors, the claim may still be statutory if it is limited by 
the language in the claim to a practical application in the 
technological arts. 


(ii) Computer-Related Processes Limited to a Practical 
Application in the Technological Arts 


There is always some form of physical transformation 
within a computer because a computer acts on signals and 
transforms them during its operation and changes the state 
of its components during the execution of a process. Even 
though such a physical transformation occurs within a com- 
puter, such activity is not determinative of whether the pro- 
cess is statutory because such transformation alone does not 
distinguish a statutory computer process from a non-statu- 
tory computer process. What is determinative is not how the 
computer performs the process, but what the computer does 
to achieve a practical application.” 

A process that merely manipulates an abstract idea or per- 
forms a purely mathematical algorithm is non-statutory 
despite the fact that it might inherently have some useful- 
ness.*° For such subject matter to be statutory, the claimed 
process must be limited to a practical application of the 
abstract idea or mathematical algorithm in the technological 
arts.” For example, a computer process that simply calcu- 
lates a mathematical algorithm that models noise is non-statu- 
tory. However, a claimed process for digitally filtering noise 
employing the mathematical algorithm is statutory. 
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Examples of this type of claimed statutory process include 
the following: 


— A computerized method of optimally controlling transfer, 
storage and retrieval of data between cache and hard disk 
storage devices such that the most frequently used data is 
readily available. 

— A method of controlling parallel processors to accom- 
plish multi-tasking of several computing tasks to maximize 
computing efficiency.” 

— A method of making a word processor by storing an exe- 
cutable word processing application program in a general 
purpose digital computer’s memory, and executing the 
stored program to impart word processing functionality to 
the general purpose digital computer by changing the state 
of the computer’s arithmetic logic unit when program 
instructions of the word processing program are executed. 
— A digital filtering process for removing noise from a dig- 
ital signal comprising the steps of calculating a mathematical 
algorithm to produce a correction signal and subtracting the 
correction signal from the digital signal to remove the noise. 


(c) Non-Statutory Process Claims 


If the “acts” of a claimed process manipulate only numbers, 
abstract concepts or ideas, or signals representing any of the 
foregoing, the acts are not being applied to appropriate sub- 
ject matter. Thus, a process consisting solely of mathemat- 
ical operations, i.e., converting one set of numbers into 
another set of numbers, does not manipulate appropriate sub- 
ject matter and thus cannot constitute a statutory process. 


In practical terms, claims define non-statutory processes if 
they: 


— consist solely of mathematical operations without some 
claimed practical application (i.e., executing a “mathematical 
algorithm”); or 

— simply manipulate abstract ideas, e.g., a bid** or a bubble 
hierarchy,” without some claimed practical application. 


A claimed process that consists solely of mathematical opera- 
tions is non-statutory whether or not it is performed on a 
computer. Courts have recognized a distinction between 
types of mathematical algorithms, namely, some define a 
“law of nature” in mathematical terms and others merely 
describe an “abstract idea.”*° 

Certain mathematical algorithms have been held to be non- 
statutory because they represent a mathematical definition of 
a law of nature or a natural phenomenon. For example, a 
mathematical algorithm representing the formula E=mc’ is a 
“law of nature”— it defines a “fundamental scientific truth” 
(i.e., the relationship between energy and mass). To compre- 
hend how the law of nature relates to any object, one invari- 
ably has to perform certain steps (e.g., multiplying a number 
representing the mass of an object by the square of a 
number representing the speed of light). In such a case, a 
claimed process which consists solely of the steps that one 
must follow to solve the mathematical representation of E= 
mc’ is indistinguishable from the law of nature and would 
“preempt” the law of nature. A patent cannot be granted on 
such a process. 

Other mathematical algorithms have been held to be non-stat- 
utory because they merely describe an abstract idea. An 
“abstract idea” may simply be any sequence of mathematical 
operations that are combined to solve a mathematical 
problem. The concern addressed by holding such subject 
matter non-statutory is that the mathematical operations 
merely describe an idea and do not define a process that rep- 
resents a practical application of the idea. 

Accordingly, when a claim reciting a mathematical algo- 
rithm is found to define non-statutory subject matter the 
basis of the § 101 rejection must be that, when taken as a 
whole, the claim recites a law of nature, a natural phenom- 
enon, or an abstract idea. 
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(d) Certain Claim Language Related to Mathematical 
Operation Steps of a Process 


(i) Intended Use or Field of Use Statements 


Claim language that simply specifies an intended use or 
field of use for the invention generally will not limit the 
scope of a claim, particularly when only presented in the 
claim preamble. Thus, Office personnel should be careful to 
properly interpret such language.*' When such language is 
treated as non-limiting, Office personnel should expressly 
identify in the Office action the claim language that consti- 
tutes the intended use or field of use statements and provide 
the basis for their findings. This will shift the burden to 
applicant to demonstrate why the language is to be treated 
as a claim limitation. 


(ii) Necessary Antecedent Step to Performance of a Math- 
ematical Operation or Independent Limitation on a 
Claimed Process 


In some situations, certain acts of “collecting” or “selecting” 
data for use in a process consisting of one or more mathe- 
matical operations will not further limit a claim beyond the 
specified mathematical operation step(s). Such acts merely 
determine values for the variables used in the mathematical 
formulae used in making the calculations.* In other words, 
the acts are dictated by nothing other than the performance 
of a mathematical operation.’ 

If a claim requires acts to be performed to create data that 
will then be used in a process representing a practical appli- 
cation of one or more mathematical operations, those acts 
must be treated as further limiting the claim beyond the 
mathematical operation(s) per se. Such acts are data gath- 
ering steps not dictated by the algorithm but by other limita- 
tions which require certain antecedent steps and as such 
constitute an independent limitation on the claim. 


Examples of acts that independently limit a claimed process 
involving mathematical operations include: 


— a method of conducting seismic exploration which 
requires generating and manipulating signals from seismic 
energy waves before “summing” the values represented by 
the signals; and 

— a method of displaying X-ray attenuation data as a 
signed gray scale signal in a “field” using a particular algo- 
rithm, where the antecedent steps require generating the data 
using a particular machine (e.g., a computer tomography 
scanner).*° 


Examples of steps that do not independently limit one or 
more mathematical operation steps include: 


— “perturbing” the values of a set of process inputs, where 
the subject matter “perturbed” was a number and the act of 
“perturbing” consists of substituting the numerical values of 
variables;* and 


— selecting a set of arbitrary measurement point values.” 


Such steps do not impose independent limitations on the 
scope of the claim beyond those required by the mathemat- 
ical operation limitation. 


(iii) Post-Mathematical Operation Step Using Solution or 
Merely Conveying Result of Operation 


In some instances, certain kinds of post-solution “acts” will 
not further limit a process claim beyond the performance of 
the preceding mathematical operation step even if the acts 
are recited in the body of a claim. If, however, the claimed 
acts represent some “significant use” of the solution, those 
acts will invariably impose an independent limitation on the 
claim. A “significant use” is any activity which is more than 
merely outputting the direct result of the mathematical opera- 
tion. Office personnel are reminded to rely on the appli- 
cant’s characterization of the significance of the acts being 
assessed to resolve questions related to their relationship to 
the mathematical operations recited in the claim and the 
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invention as a whole.* Thus, if a claim requires that the 
direct result of a mathematical operation be evaluated and 
transformed into something else, Office personnel cannot 
treat the subsequent steps as being indistinguishable from 
the performance of the mathematical operation and thus not 
further limiting on the claim. For example, acts that require 
the conversion of a series of numbers representing values of 
a wavefunction equation for a chemical compound into 
values representing an image that conveys information about 
the three-dimensional structure of the compound and the dis- 
playing of the three-dimensional structure cannot be treated 
as being part of the mathematical operations. 

Office personnel should be especially careful when 
reviewing claim language that requires the performance of 
“post-solution” steps to ensure that claim limitations are not 
ignored. 


Examples of steps found not to independently limit a pro- 
cess involving one or more mathematical operation steps 
include: 


— step of “updating alarm limits” found to constitute chan- 
ging the number value of a variable to represent the result of 
the calculation;” 

— final step of magnetically recording the result of a calcu- 
lation;” 

— final step of “equating” the process outputs to the values 
of the last set of process inputs found to constitute storing 
the result of calculations;*! 

— final step of displaying result of a calculation “as a shade 
of gray rather than as simply a number” found to not consti- 
tute distinct step where the data were numerical values that 
did not represent anything;® and 

— step of “transmitting electrical signals representing” the 
result of calculations.” 


(e) Manipulation of Abstract Ideas Without a Claimed 
Practical Application 


A process that consists solely of the manipulation of an 
abstract idea without any limitation to a practical application 
is non-statutory.~ Office personnel have the burden to estab- 
lish a prima facie case that the claimed invention taken as a 
whole is directed to the manipulation of abstract ideas 
without a practical application. 

In order to determine whether the claim is limited to a prac- 
tical application of an abstract idea, Office personnel must 
analyze the claim as a whole, in light of the specification, to 
understand what subject matter is being manipulated and 
how it is being manipulated. During this procedure, Office 
personnel must evaluate any statements of intended use or 
field of use, any data gathering step and any post-manipula- 
tion activity. See section IV.B.2(d) above for how to treat 
various types of claim language. Only when the claim is 
devoid of any limitation to a practical application in the tech- 
nological arts should it be rejected under § 101. Further, 
when such a rejection is made, Office personnel must 
expressly state how the language of the claims has been 
interpreted to support the rejection. 


V. Evaluate Application for Compliance with 35 U.S.C. § 
112 


Office personnel should begin their evaluation of an applica- 
tion’s compliance with § 112 by considering the require- 
ments of § 112, second paragraph. The second paragraph 
contains two separate and distinct requirements: (1) that the 
claim(s) set forth the subject matter applicants regard as the 
invention, and (2) that the claim(s) particularly point out and 
distinctly claim the invention. An application will be defi- 
cient under § 112, second paragraph when (1) evidence 
including admissions, other than in the application as filed, 
shows applicant has stated that he or she regards the inven- 
tion to be different from what is claimed, or when (2) the 
scope of the claims is unclear. 

After evaluation of the application for compliance with § 
112, second paragraph, Office personnel should then eval- 
uate the application for compliance with the requirements of 
§ 112, first paragraph. The first paragraph contains three sep- 
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arate and distinct requirements: (1) adequate written descrip- 
tion, (2) enablement, and (3) best mode. An application will 
be deficient under § 112, first paragraph when the written 
description is not adequate to identify what the applicant has 
invented, or when the disclosure does not enable one skilled 
in the art to make and use the invention as claimed without 
undue experimentation. Deficiencies related to disclosure of 
the best mode for carrying out the claimed invention are not 
usually encountered during examination of an application 
because evidence to support such a deficiency is seldom in 
the record. 

If deficiencies are discovered with respect to § 112, Office 
personnel must be careful to apply the appropriate paragraph 
of § 112. 


A. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, Second Paragraph Requirements 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


Applicant’s specification must conclude with claim(s) that 
set forth the subject matter which the applicant regards as 
the invention. The invention set forth in the claims is pre- 
sumed to be that which applicant regards as the invention, 
unless applicant considers the invention to be something dif- 
ferent from what has been claimed as shown by evidence, 
including admissions, outside the application as filed. An 
applicant may change what he or she regards as the inven- 
tion during the prosecution of the application. 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


Office personnel shall determine whether the claims set out 
and circumscribe the invention with a reasonable degree of 
precision and particularity. In this regard, the definiteness of 
the language must be analyzed, not in a vacuum, but always 
in light of the teachings of the disclosure as it would be 
interpreted by one of ordinary skill in the art. Applicant’s 
claims, interpreted in light of the disclosure, must reason- 
ably apprise a person of ordinary skill in the art of the inven- 
tion. However, the applicant need not explicitly recite in the 
claims every feature of the invention. For example, if an 
applicant indicates that the invention is a particular com- 
puter, the claims do not have to recite every element or fea- 
ture of the computer. In fact, it is preferable for claims to be 
drafted in a form that emphasizes what the applicant has 
invented (i.e., what is new rather than old). 

A means plus function limitation is distinctly claimed if the 
description makes it clear that the means corresponds to 
well-defined structure of a computer or computer component 
implemented in either hardware or software and its associ- 
ated hardware platform. Such means may be defined as: 


— a programmed computer with a particular functionality 
implemented in hardware or hardware and software; 

— a logic circuit or other component of a programmed com- 
puter that performs a series of specifically identified opera- 
tions dictated by a computer program; or 

— acomputer memory encoded with executable instructions 
representing a computer program that can cause a computer 
to function in a particular fashion. 


The scope of a “means” limitation is defined as the corres- 
ponding structure or material (e.g., a specific logic circuit) 
set forth in the written description and equivalents.* Thus, a 
claim using means plus function limitations without corres- 
ponding disclosure of specific structures or materials that are 
not well-known fails to particularly point out and distinctly 
claim the invention. For example, if the applicant discloses 
only the functions to be performed and provides no express, 
implied or inherent disclosure of hardware or a combination 
of hardware and software that performs the functions, the 
application has not disclosed any “structure” which corres- 
ponds to the claimed means. Office personnel should reject 
such claims under § 112, second paragraph. The rejection 
shifts the burden to the applicant to describe at least one spe- 
cific structure or material that corresponds to the claimed 
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means in question, and to identify the precise location or 
locations in the specification where a description of at least 
one embodiment of that claimed means can be found. In con- 
trast, if the corresponding structure is disclosed to be a 
memory or logic circuit that has been configured in some 
manner to perform that function (e.g., using a defined com- 
puter program), the application has disclosed “structure” 
which corresponds to the claimed means. 

When a claim or part of a claim is defined in computer pro- 
gram code, whether in source or object code format, a 
person of skill in the art must be able to ascertain the metes 
and bounds of the claimed invention. In certain circum- 
stances, as where self-documenting programming code is 
employed, use of programming language in a claim would 
be permissible because such program source code presents 
“sufficiently high-level language and descriptive identifiers” 
to make it universally understood to others in the art without 
the programmer having to insert any comments.© Applicants 
should be encouraged to functionally define the steps the 
computer will perform rather than simply reciting source or 
object code instructions. 


B. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. § 112, First Paragraph Requirements 


1. Adequate Written Description 


The satisfaction of the enablement requirement does not sat- 
isfy the written description requirement.” For the written 
description requirement, an applicant’s specification must 
reasonably convey to those skilled in the art that the appli- 
cant was in possession of the claimed invention as of the 
date of invention. The claimed invention subject matter need 
not be described literally, i.e., using the same terms, in order 
for the disclosure to satisfy the description requirement. 


2. Enabling Disclosure 


An applicant’s specification must enable a person skilled in 
the art to make and use the claimed invention without undue 
experimentation. The fact that experimentation is complex, 
however, will not make it undue if a person of skill in the 
art typically engages in such complex experimentation. For a 
computer-related invention, the disclosure must enable a 
skilled artisan to configure the computer to possess the requi- 
site functionality, and, where applicable, interrelate the com- 
puter with other elements to yield the claimed invention, 
without the exercise of undue experimentation. The specifica- 
tion should disclose how to configure a computer to possess 
the requisite functionality or how to integrate the pro- 
grammed computer with other elements of the invention, 
unless a skilled artisan would know how to do so without 
such disclosure.® 

For many computer-related inventions, it is not unusual for 
the claimed invention to involve more than one field of tech- 
nology. For such inventions, the disclosure must satisfy the 
enablement standard for each aspect of the invention.” As 
such, the disclosure must teach a person skilled in each art 
how to make and use the relevant aspect of the invention 
without undue experimentation. For example, to enable a 
claim to a programmed computer that determines and dis- 
plays the three-dimensional structure of a chemical com- 
pound, the disclosure must 


— enable a person skilled in the art of molecular modeling 
to understand and practice the underlying molecular mod- 
eling processes; and 

— enable a person skilled in the art of computer program- 
ming to create a program that directs a computer to create 
and display the image representing the three-dimensional 
structure of the compound. 


In other words, the disclosure corresponding to each aspect 
of the invention must be enabling to a person skilled in each 
respective art. 

In many instances, an applicant will describe a programmed 
computer by outlining the significant elements of the pro- 
grammed computer using a functional block diagram. Office 
personnel should review the specification to ensure that 
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along with the functional block diagram the disclosure pro- 
vides information that adequately describes each “element” 
in hardware or hardware and its associated software and 
how such elements are interrelated.” 


VI. Determine Whether the Claimed Invention Complies 
with 35 U.S.C. §§ 102 and 103 


As is the case for inventions in any field of technology, 
assessment of a claimed computer-related invention for com- 
pliance with § 102 and § 103 begins with a comparison of 
the claimed subject matter to what is known in the prior art. 
If no differences are found between the claimed invention 
and the prior art, the claimed invention lacks novelty and is 
to be rejected by Office personnel under § 102. Once distinc- 
tions are identified between the claimed invention and the 
prior art, those distinctions must be assessed and resolved in 
light of the knowledge possessed by a person of ordinary 
skill in the art. Against this backdrop, one must determine 
whether the invention would have been obvious at the time 
the invention was made. If not, the claimed invention satis- 
fies § 103. Factors and considerations dictated by law gov- 
erning § 103 apply without modification to computer-related 
inventions. 

If the difference between the prior art and the claimed inven- 
tion is limited to descriptive material stored on or employed 
by a machine, Office personnel must determine whether the 
descriptive material is functional descriptive material or non- 
functional descriptive material, as described supra in Section 
IV. Functional descriptive material is a limitation in the 
claim and must be considered and addressed in assessing pat- 
entability under § 103. Thus, a rejection of the claim as a 
whole under § 103 is inappropriate unless the functional 
descriptive material would have been suggested by the prior 
art. Non-functional descriptive material cannot render non- 
obvious an invention that would have otherwise been 
obvious.” 


Common situations involving non-functional descriptive 
material are: 


— a computer-readable storage medium that differs from the 
prior art solely with respect to non-functional descriptive 
material, such as music or a literary work, encoded on the 
medium, 

— a computer that differs from the prior art solely with 
respect to non-functional descriptive material that cannot 
alter how the machine functions (i.e., the descriptive mate- 
rial does not reconfigure the computer), or 

— a process that differs from the prior art only with respect 
to non-functional descriptive material that cannot alter how 
the process steps are to be performed to achieve the utility 
of the invention. 


Thus, if the prior art suggests storing a song on a disk, 
merely choosing a particular song to store on the disk would 
be presumed to be well within the level of ordinary skill in 
the art at the time the invention was made. The difference 
between the prior art and the claimed invention is simply a 
rearrangement of non-functional descriptive material. 


VII. Clearly Communicate Findings, Conclusions and 
Their Bases 


Once Office personnel have concluded the above analyses of 
the claimed invention under all the statutory provisions, 
including §§ 101, 112, 102 and 103, they should review all 
the proposed rejections and their bases to confirm their cor- 
rectness. Only then should any rejection be imposed in an 
Office action. The Office action should clearly communicate 
the findings, conclusions and reasons which support them. 


' These Guidelines are final and replace the “Proposed 
Examination Guidelines for Computer-Implemented Inven- 
tions,” 60 FR 28,778 (June 2, 1995) and the supporting legal 
analysis issued on October 3, 1995. 
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> “Computer-related inventions” include inventions imple- 
mented in a computer and inventions employing computer- 
readable media. 


* In re Abele, 684 F.2d 902, 905-07, 214 USPQ 682, 685-87 
(CCPA 1982); In re Walter, 618 F.2d 758, 767, 205 USPQ 
397, 406-07 (CCPA 1980); In re Freeman, 573 F.2d 1237, 
1245, 197 USPQ 464, 471 (CCPA 1978). 


* See, e.g., In re Toma, 575 F.2d 872, 877-78, 197 USPQ 
852, 857 (CCPA 1978); In re Musgrave, 431 F.2d 882, 893, 
167 USPQ 280, 289-90 (CCPA 1970). See also In re Sch- 
rader, 22 F.3d 290, 297-98, 30 USPQ2d 1455, 1461-62 
(Fed. Cir. 1994) (Newman, J., dissenting); Paine, Webber, 
Jackson & Curtis, Inc. v. Merrill Lynch, Pierce, Fenner & 
Smith, Inc., 564 F. Supp. 1358, 1368-69, 218 USPQ 212, 
220 (D. Del. 1983). 


* As the courts have repeatedly reminded the Office: “The 
goal is to answer the question “*What did applicants 
invent?’” Abele, 684 F.2d at 907, 214 USPQ at 687. Accord, 
e.g., Arrhythmia Research Tech. v. Corazonix Corp., 958 
F.2d 1053, 1059, 22 USPQ2d 1033, 1038 (Fed. Cir. 1992). 


° Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 
693-96 (1966); In re Ziegler, 992 F.2d 1197, 1200-03, 26 
USPQ2d 1600, 1603-06 (Fed. Cir. 1993). 


’ See, e.g., Musgrave, 431 F.2d at 893, 167 USPQ at 289- 
90, cited with approval in Schrader, 22 F.3d at 297, 30 
USPQ2d at 1461 (Newman, J., dissenting). The definition of 
“technology” is the “application of science and engineering 
to the development of machines and procedures in order to 
enhance or improve human conditions, or at least to improve 
human efficiency in some respect.” Computer Dictionary 
384 (Microsoft Press, 2d ed. 1994). 


* E.g., In re Alappat, 33 F.3d 1526, 1543, 31 USPQ2d 1545, 
1556-57 (Fed. Cir. 1994) (in banc) (quoting Diamond v. 
Diehr, 450 U.S. 175, 192, 209 USPQ 1, 10 (1981)). See 
also id. at 1569, 31 USPQ2d at 1578-79 (Newman, J., con- 
curring) (“unpatentability of the principle does not defeat pat- 
entability of its practical applications”) (citing O'Reilly v. 
Morse, 56 U.S. (15 How.) 62, 114-19 (1854)); Arrhythmia, 
958 F.2d at 1056, 22 USPQ2d at 1036; Musgrave, 431 F.2d 
at 893, 167 USPQ at 289-90 (“All that is necessary, in our 
view, to make a sequence of operational steps a statutory 
‘process’ within 35 U.S.C. 101 is that it be in the technolog- 
ical arts so as to be in consonance with the Constitutional 
purpose to promote the progress of ‘useful arts.’ Const. Art. 
1, sec. 8.”). 


° Arrhythmia, 958 F.2d at 1057, 22 USPQ2d at 1036: 

It is of course true that a modern digital computer manipu- 
lates data, usually in binary form, by performing mathemat- 
ical operations, such as addition, subtraction, multiplication, 
division, or bit shifting, on the data. But this is only how the 
computer does what it does. Of importance is the signifi- 
cance of the data and their manipulation in the real world, 
i.e., what the computer is doing. 


'° Many computer-related inventions do not consist solely of 
a computer. Thus, Office personnel should identify those 
claimed elements of the computer-related invention that are 
not part of the programmed computer, and determine how 
those elements relate to the programmed computer. Office 
personnel should look for specific information that explains 
the role of the programmed computer in the overall process 
or machine and how the programmed computer is to be inte- 
grated with the other elements of the apparatus or used in 
the process. 


'' Products may be either machines, manufactures or compo- 
sitions of matter. Product claims are claims that are directed 
to either machines, manufactures or compositions of matter. 


'? Examples of language that may raise a question as to the 
limiting effect of the language in a claim: 
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(a) statements of intended use or field of use, 
(b) “adapted to” or “adapted for” clauses, 

(c) “wherein” clauses, or 

(d) “whereby” clauses. 


This list of examples is not intended to be exhaustive. 


'3 Markman v. Westview Instruments, 52 F.3d 967, 980, 34 
USPQ2d 1321, 1330 (Fed. Cir.) (in banc), cert. granted, 116 
S. Ct. 40 (1995). 


'* See, e.g., In re Paulsen, 30 F.3d 1475, 1480, 31 USPQ2d 
1671, 1674 (Fed. Cir. 1994) (inventor may define specific 
terms used to describe invention, but must do so “with rea- 
sonable clarity, deliberateness, and precision” and, if done, 
must “‘set out his uncommon definition in some manner 
within the patent disclosure’ so as to give one of ordinary 
skill in the art notice of the change” in meaning) (quoting 
Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 1387- 
88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992)). 


'S Td. at 1480, 31 USPQ2d at 1674. 


'© See, e.g., In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 
1320, 1322 (Fed. Cir. 1989) (“During patent examination the 
pending claims must be interpreted as broadly as their terms 
reasonably allow . . . The reason is simply that during patent 
prosecution when claims can be amended, ambiguities 
should be recognized, scope and breadth of language 
explored, and clarification imposed . . . An essential purpose 
of patent examination is to fashion claims that are precise, 
clear, correct, and unambiguous. Only in this way can uncer- 
tainties of claim scope be removed, as much as possible, 
during the administrative process.”). 


'? Two in banc decisions of the Federal Circuit have made 
clear that the Office is to interpret means plus function lan- 
guage according to 35 U.S.C. § 112, sixth paragraph. In the 
first, In re Donaldson, 16 F.3d 1189, 1193, 29 USPQ2d 
1845, 1848 (Fed. Cir. 1994), the court held: 


The plain and unambiguous meaning of paragraph six is that 
one construing means-plus-function language in 2 2laim 
must look to the specification and interpret that language in 
light of the corresponding structure, material, or acts 
described therein, and equivalents thereof, to the extent that 
the specification provides such disclosure. Paragraph six 
does not state or even suggest that the PTO is exempt from 
this mandate, and there is no legislative history indicating 
that Congress intended that the PTO should be. Thus, this 
court must accept the plain and precise language of para- 
graph six. 


Consistent with Donaldson, in the second decision, Alappat, 
33 F.3d at 1540, 31 USPQ2d at 1554, the Federal Circuit 
held: 


Given Alappat’s disclosure, it was error for the Board 
majority to interpret each of the means clauses in claim 15 
so broadly as to “read on any and every means for per- 
forming the function” recited, as it said it was doing, and 
then to conclude that claim 15 is nothing more than a pro- 
cess claim wherein each means clause represents a step in 
that process. Contrary to suggestions by the Commissioner, 
this court’s precedents do not support the Board’s view that 
the particular apparatus claims at issue in this case may be 
viewed as nothing more than process claims. 


'§ 1162 O.G. 59 (May 17, 1994). 


'® See, e.g., Diamond v. Diehr, 450 U.S. at 188-89, 209 
USPQ at 9 (“In determining the eligibility of respondents’ 
claimed process for patent protection under § 101, their 
claims must be considered as a whole. It is inappropriate to 
dissect the claims into old and new elements and then to 
ignore the presence of the old elements in the analysis. This 
is particularly true in a process claim because a new combi- 
nation of steps in a process may be patentable even though 
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all the constituents of the combination were well known and 
in common use before the combination was made.’’). 


*” See supra note 18 and accompanying text. 


*! Diamond v. Chakrabarty, 447 U.S. 303, 308-09, 206 
USPQ 193, 197 (1980): 


In choosing such expansive terms as “manufacture” and 
“composition of matter,” modified by the comprehensive 
“any,” Congress plainly contemplated that the patent laws 
would be given wide scope. The relevant legislative history 
also supports a broad construction. The Patent Act of 1793, 
authored by Thomas Jefferson, defined statutory subject 
matter as “any new and useful art, machine, manufacture, or 
composition of matter, or any new or useful improvement 
[thereof].” Act of Feb. 21, 1793, § 1, 1 Stat. 319. The Act 
embodied Jefferson’s philosophy that “ingenuity should 
receive a liberal encouragement.” 5 Writings of Thomas Jef- 
ferson 75-76 (Washington ed. 1871). See Graham v. John 
Deere Co., 383 U.S. 1, 7-10 (1966). Subsequent patent stat- 
utes in 1836, 1870, and 1874 employed this same broad lan- 
guage. In 1952, when the patent laws were recodified, 
Congress replaced the word “art” with “process,” but other- 
wise left Jefferson’s language intact. The Committee Reports 
accompanying the 1952 Act inform us that Congress 
intended statutory subject matter to “include anything under 
the sun that is made by man.” S. Rep. No. 1979, 82d Cong., 
2d Sess. 5 (1952); H.R. Rep. No. 1923, 82d Cong., 2d Sess. 
6 (1952). 


This perspective has been embraced by the Federal Circuit: 


The plain and unambiguous meaning of § 101 is that any 
new and useful process, machine, manufacture, or composi- 
tion of matter, or any new and useful improvement thereof, 
may be patented if it meets the requirements for patent- 
ability set forth in Title 35, such as those found in §§ 102, 
103, and 112. The use of the expansive term “any” in § 101 
represents Congress’s intent not to place any restrictions on 
the subject matter for which a patent may be obtained 
beyond those specifically recited in § 101 and the other 
parts of Title 35 . . . Thus, it is improper to read into § 101 
limitations as to the subject matter that may be patented 
where the legislative history does not indicate that Congress 
clearly intended such limitations. [Alappat, 33 F.3d at 1542, 
31 USPQ2d at 1556.] 


2 35 U.S.C. § 101 (1994). 


3 See 35 U.S.C. § 100(b) (“The term ‘process’ means pro- 
cess, art, or method, and includes a new use of a known pro- 
cess, machine, manufacture, composition of matter, or 
material.”’). 


* E.g., Alappat, 33 F.3d at 1542, 31 USPQ2d at 1556; In re 
Warmerdam, 33 F.3d 1354, 1358, 31 USPQ2d 1754, 1757 
(Fed. Cir. 1994). 


*S See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. 498, 
507 (1874) (“idea of itself is not patentable, but a new 
device by which it may be made practically useful is’); 
Mackay Radio & Telegraph Co. v. Radio Corp. of America, 
306 U.S. 86, 94 (1939) (“While a scientific truth, or the 
mathematical expression of it, is not patentable invention, a 
novel and useful structure created with the aid of knowledge 
of scientific truth may be.”); Warmerdam, 33 F.3d at 1360, 
31 USPQ2d at 1759 (“steps of ‘locating’ a medial axis, and 
‘creating’ a bubble hierarchy . . . describe nothing more than 
the manipulation of basic mathematical constructs, the para- 
digmatic ‘abstract idea’’’). 


6 The concern over preemption was expressed as early as 
1852. See Le Roy v. Tatham, 55 U.S. 156, 175 (1852) (“A 
principle, in the abstract, is a fundamental truth; an original 
cause; a motive; these cannot be patented, as no one can 
claim in either of them an exclusive right.”); Funk Brothers 
Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 132, USPQ 
280, 282 (1948) (combination of six species of bacteria held 
to be non-statutory subject matter). 


” The definition of “data structure” is ‘a physical or logical 
relationship among data elements, designed to support spe- 
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cific data manipulation functions.” The New IEEE Standard 
Dictionary of Electrical and Electronics Terms 308 (Sth ed. 
1993). 


** Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 
USPQ2d 1031, 1035 (Fed. Cir. 1994) (claim to data struc- 
ture that increases computer efficiency held statutory) and 
Warmerdam, 33 F.3d at 1360-61, 31 USPQ2d at 1759 
(claim to computer having specific memory held statutory 
product-by-process claim) with Warmerdam, 33 F.3d at 
1361, 31 USPQ2d at (claim to a data structure per se held 
non-statutory). 


“In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 
(CCPA 1978): 


[E]ach invention must be evaluated as claimed; yet semanto- 
genic considerations preclude a determination based solely 
on words appearing in the claims. In the final analysis under 
§ 101, the claimed invention, as a whole, must be evaluated 
for what it is. 

Quoted with approval in Abele, 684 F.2d at 907, 214 USPQ 
at 687. See also In re Johnson, 589 F.2d 1070, 1077, 200 
USPQ 199, 206 (CCPA 1978) (“form of the claim is often 
an exercise in drafting”). 


© See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held non-statutory). 


*' Computer Dictionary 210 (Microsoft Press, 2d ed. 1994): 


Data consists of facts, which become information when they 
are seen in context and convey meaning to people. Com- 
puters process data without any understanding of what that 
data represents. 


® See supra note 29. 
’ O'Reilly v. Morse, 56 U.S. (15 How.) at 112-14. 
4 Id. at 114-19. 


*’ Products may be either machines, manufactures or compo- 
sitions of matter. 


A machine is: 


a concrete thing, consisting of parts or of certain devices 
and combinations of devices. 


Burr v. Duryee, 68 U.S. (1 Wall.) 531, 570 (1863). 
A manufacture is: 


the production of articles for use from raw or prepared mate- 
rials by giving to these materials new forms, qualities, prop- 
erties or combinations, whether by hand-labor or by 
machinery. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
196-97 (quoting American Fruit Growers, Inc. v. Brogdex 
Co., 283 U.S. 1, 11 (1931). 


A composition of matter is: 


a composition[] of two or more substances [or] . . . a[] com- 
posite article{], whether . . . [it] be the result of chemical 
union, or of mechanical mixture, whether . . . [it] be [a] 
gas[], fluid[], powder[], or solid{]. 


Diamond v. Chakrabarty, 447 U.S. at 308, 206 USPQ at 
197 (quoting Shell Development Co. v. Watson, 149 F. 
Supp. 279, 280, 113 USPQ 265, 266 (D.D.C. 1957), aff'd 
per curiam, 252 F.2d 861, 116 USPQ 428 (D.C. Cir. 1958). 


© See, e.g., Lowry, 32 F.3d at 1583, 32 USPQ2d at 1034-35; 
Warmerdam, 33 F.3d at 1361-62, 31 USPQ2d at 1760. 


” Cf. In re Iwahashi, 888 F.2d 1370, 1374-75, 12 USPQ2d 
1908, 1911-12 (Fed. Cir. 1989), cited with approval in 
Alappat, 33 F.3d at 1544 n.24, 31 USPQ2d at 1558 n.24. 


** “Specific software” is defined as a set of instructions 
implemented in a specific program code segment. See Com- 
puter Dictionary 78 (Microsoft Press, 2d ed. 1994) for defini- 
tion of “code segment.” 

* See Diamond v. Diehr, 450 U.S. at 183-84, 209 USPQ at 


6 (quoting Cochrane v. Deener, 94 U.S. 780, 787-88 (1877) 
(“A [statutory] process is a mode of treatment of certain 
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materials to produce a given result. It is an act, or a series 
of acts, performed upon the subject-matter to be transformed 
and reduced to a different state or thing . . . . The process 
requires that certain things should be done certain sub- 
stances, and in a certain order; but the tools to be used in 
doing this may be of secondary consequence.”’). 


* See Alappat, 33 F.3d at 1543, 31 USPQ2d at 1556-57 
(quoting Diamond v. Diehr, 450 U.S. at 192, 209 USPQ at 
10). see also id. at 1569, 31 USPQ2d at 1578-79 (Newman, 
J., concurring) (“unpatentability of the principle does not 
defeat patentability of its practical applications”) (citing 
O'Reilly v. Morse, 56 U.S. (15 How.) at 114-19). 


*! Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8. 


* See In re Gelnovatch, 595 F.2d 32, 41 n.7, 201 USPQ 
136, 145 n.7 (CCPA 1979) (data-gathering step did not mea- 
sure physical phenomenon). 


* Schrader, 22 F.3d at 294, 30 USPQ2d at 1459 citing with 
approval Arrhythmia, 958 F.2d at 1058-59, 22 USPQ2d at 7- 
38; Abele, 684 F.2d at 909, 214 USPQ at 688; In re Taner, 

681 F.2d 787, 790, 214 USPQ 678, 681 (CCPA 1982). 


* See supra note 9. 


* In Sarkar, 588 F.2d at 1335, 200 USPQ at 139, the court 
explained why this approach must be followed: 


No mathematical equation can be used, as a practical matter, 
without establishing and substituting values for the variables 
expressed therein. Substitution of values dictated by the for- 
mula has thus been viewed as a form of mathematical step. 
If the steps of gathering and substituting values were alone 
sufficient, every mathematical equation, formula, or algo- 
rithm having any practical use would be per se subject to 
parenting as a “process” under § 101. Consideration of 
whether the substitution of specific values is enough to con- 
vert the disembodied ideas present in the formula into an 
embodiment of those ideas, or into an application of the for- 
mula, is foreclosed by the current state of the law. 


“© See supra note 40. 


*” See, e.g., In re Bernhart, 417 F.2d 1395, 1400, 163 USPQ 
611, 616 (CCPA 1969). 


* Schrader, 22 F.3d at 293-94, 30 USPQ2d at 1458-59. 
*” Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 


” See, e.g., In re Meyer, 688 F.2d 789, 794-95, 215 USPQ 
193, 197 (CCPA 1982) (“Scientific principles, such as the 
relationship between mass and energy, and laws of nature, 
such as the acceleration of gravity, namely, a=32 ft./sec.’, 
can be represented in mathematical format. However, some 
mathematical algorithms and formulae do not represent scien- 
tific principles or laws of nature; they represent ideas or 
mental processes and are simply logical vehicles for commu- 
nicating possible solutions to complex problems. The pres- 
ence of a mathematical algorithm or formula in a claim is 
merely an indication that a scientific principle, law of 
nature, idea or mental process may be the subject matter 
claimed and, thus, justify a rejection of that claim under 35 
USC § 101; but the presence of a mathematical algorithm or 
formula is only a signpost for further analysis.”). Cf. 
Alappat, 33 F.3d at 1543 n.19, 31 USPQ2d at 1556 n.19 in 
which the Federal Circuit recognized the confusion: 


The Supreme Court has not been clear . . . as to whether 
such subject matter is excluded from the scope of § 101 
because it represents laws of nature, natural phenomena, or 
abstract ideas. See Diehr, 450 U.S. at 186 (viewed mathe- 
matical algorithm as a law of nature); Benson, 409 U.S. at 
71-72 (treated mathematical algorithm as an “idea”). The 
Supreme Court also has not been clear as to exactly what 
kind of mathematical subject matter may not be patented. 
The Supreme Court has used, among others, the terms 
“mathematical algorithm,” “mathematical formula,” and 
“mathematical equation” to describe types of mathematical 
subject matter not entitled to patent protection standing 
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alone. The Supreme Court has not set forth, however, any 
consistent or clear explanation of what it intended by such 
terms or how these terms are related, if at all. 


5! Walter, 618 F.2d at 769, 205 USPQ at 409 (Because none 
of the claimed steps were explicitly or implicitly limited to 
their application in seismic prospecting activities, the court 
held that “[a]lthough the claim preambles relate the claimed 
invention to the art of seismic prospecting, the claims them- 
selves are not drawn to methods of or apparatus for seismic 
prospecting; they are drawn to improved mathematical 
methods for interpreting the results of seismic pros- 
pecting.”). Cf. Alappat, 33 F.3d at 1544, 31 USPQ2d at 
1558. 


2 Walter, 618 F.2d at 769-70, 205 USPQ at 409. 
‘3 See supra note 45. 
* Taner, 681 F.2d at 788, 214 USPQ at 679. 


S Abele, 684 F.2d at 908, 214 USPQ at 687 (“The specifica- 
tion indicates that such attenuation data is available only 
when an X-ray beam is produced by a CAT scanner, passed 
through an object, and detected upon its exit. Only after 
these steps have been completed is the algorithm performed, 
and the resultant modified data displayed in the required 
format.’’). 


%* Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7 
(“Appellants’ claimed step of perturbing the values of a set 
of process inputs (step 3), in addition to being a mathemat- 
ical operation, appears to be a data-gathering step of the 
type we have held insufficient to change a nonstatutory 
method of calculation into a statutory process . . . In this 
instance, the perturbed process inputs are not even measured 
values of physical phenomena, but are instead derived by 
numerically changing the values in the previous set of pro- 
cess inputs.”’). 


” Sarkar, 588 F.2d at 1331, 200 USPQ at 135. 


8 See Sarkar, 588 F.2d at 1332 n.6, 200 USPQ at 136 n.6 
(“post-solution” construction that was being modeled by the 
mathematical process not considered in deciding § 101 ques- 
tion because applicant indicated that such construction was 
not a material element of the invention). 


® Parker v. Flook, 437 U.S. 584, 585, 198 USPQ 193, 195 
(1978). 


© Walter, 618 F.2d at 770, 205 USPQ at 409 (“If § 101 
could be satisfied by the mere recordation of the results of a 
nonstatutory process on some record medium, even the most 
unskilled patent draftsman could provide for such a step.”). 


®! Gelnovatch, 595 F.2d at 41 n.7, 201 USPQ at 145 n.7. 


® Abele, 684 F.2d at 909, 214 USPQ at 688 (“This claim 
presents no more than the calculation of a number and dis- 
play of the result, albeit in a particular format. The specifica- 
tion provides no greater meaning to ‘data in a field’ than a 
matrix of numbers regardless of by what method generated. 
Thus, the algorithm is neither explicitly nor implicitly 
applied to any certain process. Moreover, that the result is 
displayed as a shade of gray rather than as simply a number 
provides no greater or better information, considering the 
broad range of applications encompassed by the claim.”). 


% In re De Castelet, 562 F.2d 1236, 1244, 195 USPQ 439, 
446 (CCPA 1977) (“That the computer is instructed to 
transmit electrical signals, representing the results of its cal- 
culations, does not constitute the type of ‘post solution 
activity’ found in Flook, [437 U.S. 584, 198 USPQ 193 
(1978)], and does not transform the claim into one for a pro- 
cess merely using an algorithm. The final transmitting step 
constitutes nothing more than reading out the result of the 
calculations.”). 
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* E.g., Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 
See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. 


®° See supra note 18 and accompanying text. 


* Computer Dictionary 353 (Microsoft Press, 2d ed. 1994) 
(definition of “self-documenting code”’). 


*’ See In re Barker, 559 F.2d 588, 591, 194 USPQ 470, 472 
(CCPA 1977), cert. denied, Barker v. Parker, 434 U.S. 1064 
(1978) (a specification may be sufficient to enable one 
skilled in the art to make and use the invention, but still fail 
to comply with the written description requirement). See 
also In re DiLeone, 436 F.2d 1404, 1405, 168 USPQ 592, 
593 (CCPA 1971). 


See, e.g., Northern Telecom v. Datapoint Corp., 908 F.2d 
931, 941-43, 15 USPQ2d 1321, 1328-30 (Fed. Cir.), cert. 
denied, Datapoint Corp. v. Northern Telecom, 498 U.S. 920 
(1990) (judgment of invalidity reversed for clear error where 
expert testimony on both sides showed that a programmer of 
reasonable skill could write a satisfactory program with ordi- 
nary effort based on the disclosure); DeGeorge v. Bernier, 
768 F.2d 1318, 1324, 226 USPQ 758, 762-63 (Fed. Cir. 
1985) (superseded by statute with respect to issues not rele- 
vant here) (invention was adequately disclosed for purposes 
of enablement even though all of the circuitry of a word 
processor was not disclosed, since the undisclosed circuitry 
was deemed inconsequential because it did not pertain to the 
claimed circuit); Jn re Phillips, 608 F.2d 879, 882-83, 203 
USPQ 971, 975 (CCPA 1979) (computerized method of gen- 
erating printed architectural specifications dependent on use 
of glossary of predefined standard phrases and error- 
checking feature enabled by overall disclosure generally 
defining errors); In re Donohue, 550 F.2d 1269, 1271, 193 
USPQ 136, 137 (CCPA 1977) (“Employment of block dia- 
grams and descriptions of their functions is not fatal under 
35 U.S.C. 112, first paragraph, providing the represented 
structure is conventional and can be determined without 
undue experimentation.”); Jn re Knowlton, 481 F.2d 1357, 
1366-68, 178 USPQ 486, 493-94 (CCPA 1973) (examiner’s 
contention that a software invention needed a detailed 
description of all the circuitry in the complete hardware 
system reversed). 


® See In re Naquin, 398 F.2d 863, 866, 158 USPQ 317, 319 
(CCPA 1968) (“When an invention, in its different aspects, 
involves distinct arts, that specification is adequate which 
enables the adepts of each art, those who have the best 
chance of being enabled, to carry out the aspect proper to 
their specialty.”); Ex parte Zechnall, 194 USPQ 461, 461 
(Bd. App. 1973) (“appellants’ disclosure must be held suffi- 
cient if it would enable a person skilled in the electronic 
computer art, in cooperation with a person skilled in the fuel 
injection art, to make and use appellants’ invention”). 


” See In re Scarbrough, 500 F.2d 560, 565, 182 USPQ 298, 
301-02 (CCPA 1974) (“It is not enough that a person skilled 
in the art, by carrying on investigations along the line indi- 
cated in the instant application, and by a great amount of 
work eventually might find out how to make and use the 
instant invention. The statute requires the application itself 
to inform, not to direct others to find out for themselves 
(citation omitted).”); Knowlton, 481 F.2d at 1367, 178 
USPQ at 493 (disclosure must constitute more than a 
“sketchy explanation of flow diagrams or a bare group of 
program listings together with a reference to a proprietary 
computer on which they might be run”). See also In re 
Gunn, 537 F.2d 1123, 1127-28, 190 USPQ 402, 405 (CCPA 
1976); In re Brandstadter, 484 F.2d 1395, 1406-07, 17 
USPQ 286, 294 (CCPA 1973); and In re Ghiron, 442 F.2d 
985, 991, 169 USPQ 723, 727-28 (CCPA 1971). 


” Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 
404 (Fed. Cir. 1983) (when descriptive material is not func- 
tionally related to the substrate, the descriptive material will 
not distinguish the invention from the prior art in terms of 
patentability). 
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Appendix to Examination Guidelines for Computer-Related Inventions 


Computer-Related Inventions 


. Determine What Applicant Has Invented and Is Seeking to Patent 


. Identify and Understand Any Practical Application Asserted 
for the invention 


. Review the Detailed Disclosure and Specific Embodiments 
of the Invention to Determine What the Applicant Has Invented 


. Review the Claims 


ill. Conduct a Thorough Search of the Prior Art 


IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 (See next chart) 


V. Evaluate Application for Compliance with 35 U.S.C. § 112 


A. Determine Whether the Claimed Invention Complies with 
35 U.S.C. § 112, Second Paragraph 


1. Claims Setting Forth the Subject Matter Applicant 
Regards as Invention 


2. Claims Particularly Pointing Out and Distinctly 
Claiming the Invention 


B. Determine Whether the Claimed invention Complies with 
35 U.S.C. § 112, First Paragraph 


1. Adequate Written Description 
2. Enabling Disclosure 


Vi. Determine Whether the Claimed invention Complies with 35 U.S.C. § § 102 and 103 


Vil. Clearly Communicate Findings, Conclusions and Their Bases 
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IV. Determine Whether the Claimed Invention Complies with 35 U.S.C. § 101 


Consider the Breadth of 35 U.S.C. § 101 
Classify the Claimed Invention 


Functional Non-functional 


Descriptive Material Descriptive Material 


(data structure per se 
or computer program 
per se) 


mere data) per se or on 
computer readable 
medium 


A machine or 
manufacture for 
performing a process 


Evaluate process to determine if it... 


Performs 
independent 
physical acts 

(post-computer 
process activity) 


Manipulates data representing 
physical objects or activities to 
achieve a practical application 
(pre-computer process activity) 


February 16, 1996 


or |(€.g., music, literary works, or 


A Natural Phenomenon YES 
(e.g., energy or 
magnetism) 


A specific 
machine or 
manufacture? 


Statutory 
Subject 


Merely manipulates | YES 
abstract idea or 
solves a purely 

mathematical 
problem without any} yo 

limitation to a 
practical application 


veccweccwcncccccccccnceccecs “ 


Statutory 
Subject 
Matter 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks 


[1184 OG 87] 


Department of Commerce 
Patent and Trademark Office 
[Docket No. 950921236-6049-03] 
RIN 0651-XX04 


Guidelines for Examination of Design Patent 
Applications For Computer-Generated Icons 


Agency: Patent and Trademark Office, Commerce 
Action: Notice 


Summary: The Patent and Trademark Office (PTO) is pub- 
lishing the final version of guidelines to be used by Office 
personnel in their review of design patent applications for com- 
puter-generated icons. Because these guidelines govern internal 
practices, they are exempt from notice and comment rulemaking 
under 5 U.S.C. 553(b)(A). 


Effective Date: April 19, 1996. 


For Further Information Contact: John Kittle by telephone at 
(703) 308-1495, by telefax at (703) 305-3600, by electronic 
mail through the INTERNET to “iconpat@uspto.gov,” or by 
mail addressed to the Assistant Commissioner for Patents, 
Washington, D.C. 20231, Attn: John Kittle, Director, Group 
1100/2900, Crystal Plaza 3, 8D19. 


Supplementary Information: 


I. Discussion of Public Comments 


Comments were received by the PTO from eleven different 
individuals in response to the request for comments on the 
interim guidelines for examination of design patent applications 
for computer-generated icons published October 5, 1995 (60 
FR 52170). All comments have been carefully considered. 

Two comments suggested the adoption of the interim guide- 
lines as proposed. However, a number of changes have been 
made to the interim guidelines in response to the other com- 
ments. 

One comment suggested that computer-generated icons are 
not “ornamental” designs within the meaning of 35 U.S.C. 171 
because they are dictated by purely functional considerations. 
These guidelines do not address the procedures to be used by 
PTO personnel in assessing design ornamentality. Compliance 
with the ornamentality requirement of 35 U.S.C. 171 will be 
addressed on a case-by-case basis pursuant to prevailing laws, 
tules, and regulations. In this regard, prevailing case law, such 
as Avia Group Int’l, Inc. v. L.A. Gear California, Inc., 853 
F.2d 1557, 1563 (Fed. Cir. 1988), indicates that a distinction 
exists between the functionality of an article and the function- 
ality of the design of the article that performs the function. 
Based on this distinction, the design of a computer-generated 
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icon may not be dictated by the function associated with the 
computer-generated icon. 

Many of the comments suggested that the PTO delete the 
requirement for a solid line depiction of the article of manufac- 
ture on the ground that it is not legally required. The PTO has 
adopted this suggestion. The final guidelines simply require a 
depiction of an article of manufacture in either solid or broken 
lines. 

Two comments suggested that the PTO delete any require- 
ment to depict an article of manufacture on the ground that 
indication of an article of manufacture in the title should be 
sufficient. This suggestion was not adopted. The depiction of 
an article of manufacture is necessary to ensure that any design 
patent covers more than mere abstract, two-dimensional, sur- 
face ornamentation. 

One comment suggested that the language in the guidelines 
be amended to clarify that the guidelines satisfy the “design 
for an article of manufacture” requirement of 35 U.S.C. 171. 
This suggestion has not been followed. Computer-generated 
icons are designs within the meaning of 35 U.S.C. 171, but 
must be embodied in an article of manufacture to satisfy the 
statute. These guidelines are directed to determining whether 
the icon is embodied in an article of manufacture, not whether 
it is a design. 

One comment suggested that the guidelines be amended to 
clarify that the drawing must contain a sufficient number of 
views to constitute a complete disclosure of the appearance of 
the article as required by 37 CFR 1.152. This suggestion was 
based on the language in the interim guidelines that a computer- 
generated icon may be embodied in a portion of computer 
screen, monitor, or other display panel. This suggestion has 
been adopted. See footnote 6. 

One comment suggested that the interim guidelines be modi- 
fied to require the depiction of a central processing unit (CPU). 
This suggestion has not been adopted. The dependence of a 
computer-generated icon on a CPU for its existence is not a 
reason for requiring depiction of a CPU. 

One comment suggested deleting the rejection under 35 
U.S.C. 112, second paragraph for failure to depict the article 
of manufacture in solid lines. This suggestion has been adopted. 
Compliance with 35 U.S.C. 112, second paragraph, will be 
addressed on a case-by-case basis under the usual laws, rules, 
and regulations applied to such questions. 

One comment suggested that the guidelines include a state- 
ment that a portion of a computer screen can be represented 
by a breakout of a screen portion without screen borders, and 
some shade lines adjacent to the icon in the breakout portion 
to indicate a glass surface. The suggestion for a statement 
regarding a breakout portion was not specifically adopted. How- 
ever, a statement was added to footnote 6 indicating that the 
design drawing must meet the requirements of 37 CFR 1.84 
which provides for exploded, partial, and sectional views. 

One comment suggested that the guidelines include a state- 
ment that the characteristic feature statement can be an appro- 
priate invention title and that the title could be repeated as the 
characteristic feature statement. This suggestion has not been 
adopted. The characteristic feature statement should describe 
a particular feature of the design that is considered a feature 
of novelty or non-obviousness over the prior art. The guidelines 
already suggest appropriate titles. 

One comment suggested that some other form of intellectual 
property protection would be a more appropriate method of 
protecting rights in computer-generated icons. The availability 
of other forms of protection is not grounds for denying design 
patent protection to computer-generated icons which meet the 
requirements of section 171. 

One comment suggested that the interim guidelines may be 
construed as substantive rulemaking. The final guidelines have 
been amended to indicate that they govern the internal opera- 
tions of the PTO. The guidelines have been developed to assist 
PTO personnel in their review of design patent applications 
covering computer-generated icons for compliance with the 
“article of manufacture” requirement of 35 U.S.C. 171. 


II. Guidelines for Examination of Design Patent Applica- 
tions for Computer-Generated Icons 


The following guidelines have been developed to assist PTO 
personnel in determining whether design patent applications 
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for computer-generated icons comply with the “article of manu- 
facture” requirement of 35 U.S.C. 171." 


A. General Principle Governing Compliance with the 
“Article of Manufacture” Requirement 


The PTO considers designs for computer-generated icons’ 
embodied in articles of manufacture to be statutory subject 
matter eligible for design patent protection under section 171. 
Thus, if an application claims a computer-generated icon shown 
on a computer screen, monitor, other display panel, or a portion 
thereof,’ the claim complies with the “article of manufacture” 
requirement of section 171.* 


B. Procedures for Evaluating Whether Design Patent 
Applications Drawn to Computer-Generated Icons Comply 
With the “Article of Manufacture” Requirement 


PTO personnel shall adhere to the following procedures when 
reviewing design patent applications drawn to computer-gener- 
ated icons for compliance with the “article of manufacture” 
requirement of section 171. 


1. Read the entire disclosure to determine what the applicant 
claims as the design’ and to determine whether the design is 
embodied in an article of manufacture. 37 CFR 1.71 and 1.152- 
54. 

a. Review the drawing to determine whether a computer 
screen, monitor, other display panel, or portion thereof, is 
shown. 37 CFR 1.152.° 

b. Review the title to determine whether it clearly describes 
the claimed subject matter.’ 37 CFR 1.153. 

c. Review the specification to determine whether a charac- 
teristic feature statement is present. 37 CFR 1.71. If a character- 
istic feature statement is present, determine whether it describes 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof.‘ 


2. If the drawing does not depict a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or a portion thereof, in either solid or broken lines, reject the 
claimed design under section 171 for failing to comply with 
the article of manufacture requirement. 

a. If the disclosure as a whole does not suggest or describe 
the claimed subject matter as a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof, indicate that: (i) the claim is fatally defective 
under section 171; and (ii) amendments to the written descrip- 
tion, drawings and/or claim attempting to overcome the rejec- 
tion will not be entered because they would lack a written 
descriptive basis under 35 U.S.C. 112, first paragraph, and 
would constitute new matter under 35 U.S.C. 132. 

b. If the disclosure as a whole suggests or describes the 
claimed subject matter as a computer-generated icon embodied 
in a computer screen, monitor, other display panel, or portion 
thereof; indicate that the drawing may be amended to overcome 
the rejection under section 171. Suggest amendments which 
would bring the claim into compliance with section 171. 


3. Indicate all objections to the disclosure for failure to 
comply with the formal requirements of the Rules of Practice 
in Patent Cases. 37 CFR 1.71, 1.81-85, and 1.152-154. Suggest 
amendments which would bring the disclosure into compliance 
with the formal requirements of the Rules of Practice in Patent 
Cases. 


4. Upon response by applicant: 

a. Approve entry of any amendments which have support 
in the original disclosure; and 

b. Review all arguments and the entire record, including 
any amendments, to determine whether the drawing, title, and 
specification clearly disclose a computer-generated icon 
embodied in a computer screen, monitor, other display panel, 
or portion thereof. 


5. If, by a preponderance of the evidence,’ the applicant has 
established that the computer-generated icon is embodied in a 
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computer screen, monitor, other display panel, or portion 
thereof, withdraw the rejection under section 171. 


III. Effect of the Guidelines on Pending Design Applications 
Drawn to Computer-Generated Icons 


PTO personnel shall follow the procedures set forth in this 
Notice when examining design patent applications for com- 
puter-generated icons pending in the PTO as of the effective 
date of these Guidelines. 


IV. Treatment of Type Fonts 


Traditionally, type fonts have been generated by solid blocks 
from which each letter or symbol was produced. Consequently, 
the PTO has historically granted design patents drawn to type 
fonts. PTO personnel should not reject claims for type fonts 
under Section 171 for failure to comply with the “article of 
manufacture” requirement on the basis that more modern 
methods of typesetting, including computer-generation, do not 
require solid printing blocks. 


V. Notes 


1. Further procedures for search and examination of design 
patent applications to ensure compliance with all other condi- 
tions of patentability are found in the Manual of Patent Exam- 
ining Procedure, Chapter 1500. 


2. Computer-generated icons, such as full screen displays 
and individual icons, are two-dimensional images which alone 
are surface ornamentation. See, e.g., Ex parte Strijland, 26 
USPQ2d 1259, 1262 (Bd. Pat App. & Int. 1992) (computer- 
generated icon alone is merely surface ornamentation). 


3. Since a patentable “design is inseparable from the object 
to which it is applied and cannot exist alone merely as a scheme 
of surface ornamentation,” a computer-generated icon must be 
embodied in a computer screen, monitor, other display panel, or 
portion thereof, to satisfy section 171. MPEP 1502; 1504.01.A. 


4. “We do not see that the dependence of the existence of 
a design on something outside itself is a reason for holding it 
is not a design ‘for an article of manufacture.’” In re Hruby, 
153 USPQ 61, 66 (CCPA 1967) (design of water fountain 
patentable design for an article of manufacture). The depen- 
dence of a computer-generated icon on a central processing 
unit and computer program for its existence itself is not a reason 
for holding that the design is not for an article of manufacture. 


5. Since the claim must be in formal terms to the design “as 
shown, or as shown and described,” the drawing provides the 
best description of the claim. 37 CFR 1.153. 


6. Although a computer-generated icon may be embodied 
in only a portion of a computer screen, monitor, or other display 
panel, the drawing “must contain a sufficient number of views 
to constitute a complete disclosure of the appearance of the 
article.” 37 CFR 1.152. In addition, the drawing must comply 
with 37 CFR 1.84. 


7. The following titles do not adequately describe a design 
for an article of manufacture under section 171: “computer 
icon;” or “icon.” On the other hand, the following titles do 
adequately describe a design for an article of manufacture under 
section 171: “computer screen with an icon;” “display panel 
with a computer icon;” “portion of a computer screen with an 
icon image;” “portion of a display panel with a computer icon 
image;” or “portion of a monitor displayed with a computer 
icon image.” 


8. See McGrady v. Aspenglas Corp., 487 F. Supp. 859, 861, 
208 USPQ 242, 244 (S.D.N.Y. 1980) (descriptive statement in 
design patent application narrows claim scope). 


9. See In re Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 
1444 (Fed. Cir. 1992) (“After evidence or argument is submitted 
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by the applicant in response, patentability is determined on the 
totality of the record, by a preponderance of evidence with due 
consideration to persuasiveness of argument.”). 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


March 14, 1996 


[1184 OG 60] 


(109) Guidance On Searching and Examining 
PCT Applications Drawn to 


Computer-Related Inventions 


The following guidance should be applied when searching 
and examining a PCT application drawn to a computer-related 
invention: 


Chapter I (Form 210 Search Report) 


Under Chapter I, Office personnel conduct an international 
search and prepare an international search report on all subject 
matter searched and examined in U.S. national applications. 
Routinely, such subject matter includes inter alia computer- 
related inventions. Under the Examination Guidelines for Com- 
puter-Related Inventions (Guidelines), Office personnel con- 
duct a complete examination, including a thorough search of the 
prior art, for all U.S. national applications drawn to computer- 
related inventions regardless of whether the claims recite statu- 
tory subject matter. See 61 Fed. Reg. 7478 (Feb. 28, 1996); 
1184 OG 87 (March 26, 1996). Thus, Office personnel must 
conduct an international search, and prepare an international 
search report, on all PCT applications drawn to computer- 
related inventions. ' 


Office personnel are reminded that, when completing Section 
C. of the search report (Documents Considered To Be Rele- 
vant), the prior art references should be categorized as either 
“A”, “X” or “Y” based on the claims read in light of the 
disclosure. Also, the citations should indicate which claims are 
relevant to the reference. 


Chapter II (Form 408 Written Opinion and Form 409 IPER) 


Under Chapter II, Office personnel conduct a preliminary 
examination and prepare an international preliminary examina- 
tion report (IPER). In the examination, Office personnel deter- 
mine whether the claimed invention satisfies the criteria for 
novelty, inventive step, and industrial applicability. For PCT 
applications drawn to computer-related inventions, Office per- 
sonnel should use the Guidelines as an aid in determining 
whether the claimed invention satisfies the criteria for industrial 
applicability. Often, a claimed invention determined to be non- 
statutory under the Guidelines will not satisfy the criteria for 
industrial applicability because the claimed invention cannot 
be made or used in the technological sense in any kind of 
industry. See PCT Article 33(4). 

Office personnel are reminded, however, that written opin- 
ions and IPERs should not cite U.S. statutes, regulations, or 
case law except those which pertain to PCT. In the same manner, 
written opinions and IPERs should not reference the Guidelines 
per se. 


' Accordingly, Item 1. of Box I. in the search report is not applicable. However, 
in rare circumstances, Office personnel! will be unable to conduct an international 
search, e.g., it is impossible to determine the subject matter of the PCT application. 
In that circumstance, Item 2. of Box I. should be checked and explained, as it would 
be in a similar circumstance for non-computer-related subject matter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 22, 1996 


[1189 OG 58] 
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(110) Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1 and 3 


[Docket No. 9504087-5087-01] 
RIN: 0651-AA76 


Changes to Implement 20-Year Patent 
Term and Provisional Applications 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice in patent cases, Parts | and 3 of title 37, 
Code of Federal Regulations, to establish procedures for: (1) 
filing and processing provisional application papers; (2) calcu- 
lating the length of any patent term extension to which an 
applicant is entitled where the issuance of a patent on an applica- 
tion filed on or after June 8, 1995 (the implementation date 
of the 20-year patent term provisions of the Uruguay Round 
Agreements Act), other than for designs, was delayed due to 
interference proceedings, the imposition of a secrecy order and/ 
or appellate review; and (3) implementing certain transitional 
provisions contained in the Uruguay Round Agreements Act. 


Effective Date: June 8, 1995. 


For Further Information Contact: Magdalen Y. Greenlief or 
John F. Gonzales, Senior Legal Advisors, Office of the Deputy 
Assistant Commissioner for Patent Policy and Projects, by 
telephone at (703) 305-9285, by fax at (703) 308-6916 or by 
mail marked to their attention and addressed to the Commis- 
sioner of Patents and Trademarks, Box DAC, Washington, D.C. 
20231. 


Supplementary Information: The Uruguay Round Agreements 
Act (Public Law 103-465) was enacted on December 8, 1994. 
Public Law 103-465 amends 35 U.S.C. 154 to provide that the 
term of patent protection begins on the date of grant and ends 
20 years from the filing date of the application. The amendment 
applies to all utility and plant patents issued on applications 
having an actual United States application filing date on or after 
June 8, 1995. Specifically, 35 U.S.C. 154(a)(2), as contained in 
Public Law 103-465, provides that the patent term will begin 
on the date on which the patent issues and will end twenty 
years from the date on which the application was filed in the 
United States. If the application contains a specific reference 
to an earlier application under 35 U.S.C. 120, 121 or 365(c), 
the patent term will end twenty years from the date on which 
the earliest application referred to was filed. As amended by 
Public Law 103-465, 35 U.S.C. 154 does not take into account 
for determination of the patent term any application on which 
priority is claimed under 35 U.S.C. 119, 365(a) or 365(b). 

Under 35 U.S.C. 154(b)(1), as contained in Public Law 103- 
465, if the issuance of an original patent is delayed due to 
interference proceedings under 35 U.S.C. 135(a) or because 
the application is placed under a secrecy order under 35 U.S.C. 
181, the term of the patent shall be extended for the period of 
delay, but in no case more than five (5) years. 

Under 35 U.S.C. 154(b)(2), as contained in Public Law 103- 
465, if the issuance of a patent is delayed due to appellate 
review by the Board of Patent Appeals and Interferences or 
by a Federal court and the patent is issued pursuant to a decision 
in the review reversing an adverse determination of patent- 
ability, the term of the patent shall be extended for a period 
of time but in no case more than five (5) years. However, a 
patent shall not be eligible for extension under 35 U.S.C. 
154(b)(2) if the patent is subject to a terminal disclaimer due 
to the issuance of another patent claiming subject matter that 
is not patentably distinct from that under appellate review. 

Under 35 U.S.C. 154(b)(3)(B) and 154(b)(3)(C), as contained 
in Public Law 103-465, the period of extension under 35 U.S.C. 
154(b)(2) shall be reduced by any time attributable to appellate 
review before the expiration of three (3) years from the filing 
date of the application and for any period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner. 
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Under 35 U.S.C. 154(b)(4), as contained in Public Law 103- 
465, the total duration of all extensions of a patent under 35 
U.S.C. 154(b) shall not exceed five (5) years. 

The provisions for patent term extension under 35 U.S.C. 
154(b) are separate from and in addition to the patent term 
extension provisions of 35 U.S.C. 156. The patent term exten- 
sion provisions of 35 U.S.C. 154(b) are designed to compensate 
the patent owner for delays in issuing a patent, whereas the 
patent term extension provisions of 35 U.S.C. 156 are designed 
to restore term lost to premarket regulatory review after the 
grant of a patent. In order to prevent a term extension under 
35 U.S.C. 154(b) from precluding a term extension under 35 
U.S.C. 156, Public Law 103-465 amends 35 U.S.C. 156(a)(2) 
to specify that the term has never been extended under 35 
U.S.C. 156(e)(1). 

The 20-year patent term provision is contained in 35 U.S.C. 
154, as amended by Public Law 103-465. Section 154 of title 
35, United States Code, applies to utility and plant patents, but 
not to design patents. The term of a design patent is defined 
in 35 U.S.C. 173 as fourteen (14) years from the date of grant. 
Therefore, the patent term and patent term extension provisions 
set forth in 35 U.S.C. 154, as amended by Public Law 103- 
465, do not apply to patents for designs. 

In addition, Public Law 103-465 establishes a domestic pri- 
ority system. In accordance with the provisions of the Paris 
Convention for the Protection of Industrial Property, the term 
of a patent cannot include the Paris Convention priority period. 
Public Law 103-465 provides a mechanism to enable applicants 
to quickly and inexpensively file provisional applications. 
Applicants will be entitled to claim the benefit of priority in 
a given application based upon a previously filed provisional 
application in the United States. The domestic priority period 
will not count in the measurement of the term. 

Section 111 of title 35, United States Code, was amended 
by Public Law 103-465 to provide for the filing of a provisional 
application on or after June 8, 1995. Section 41(a)(1) of title 
35, United States Code, was amended by Public Law 103-465 
to provide a $150.00 filing fee for each provisional application, 
subject to a fifty (50) percent reduction for a small entity. 
The requirements for obtaining a filing date for a provisional 
application are the same as those which previously existed for 
an application filed under 35 U.S.C. 111, except that no claim 
or claims as set forth in 35 U.S.C. 112, second paragraph, is 
required. Moreover, no oath/declaration as set forth in 35 U.S.C. 
115 is required. The provisional application is also not subject to 
the provisions of 35 U.S.C. 131, 135 and 157, i.e., a provisional 
application will not be examined for patentability, placed in 
interference or made the subject of a statutory invention regis- 
tration. Further, the provisional application will automatically 
be abandoned no later than twelve (12) months after its filing 
date and will not be subject to revival to restore it to pending 
status beyond a date which is after twelve (12) months from 
its filing date. A provisional application will not be entitled to 
claim priority benefits based on any other application under 
35 U.S.C. 119, 120, 121 or 365. 

Also, Public Law 103-465 amended 35 U.S.C. 119 to allow 
an applicant to claim the benefit of the filing date of one 
or more copending provisional applications in a later filed 
application for patent under 35 U.S.C. 111(a) or 363. The later 
filed application for patent under 35 U.S.C. 111(a) or 363 must 
be filed by an inventor or inventors named in the copending 
provisional application not later than 12 months after the date 
on which the provisional application was filed and must contain 
or be amended to contain a specific reference to the provisional 
application. The provisional application must disclose an inven- 
tion which is claimed in the application for patent under 35 
U.S.C. 111(a) or 363 in the manner provided by the first para- 
graph of 35 U.S.C. 112. In addition, the provisional application 
must be pending on the filing date of the application for patent 
under 35 U.S.C. 111(a) or 363 and the filing fee set forth in 
subparagraph (A) or (C) of 35 U.S.C. 41(a)(1) must be paid. 

Since 35 U.S.C. 154(a)(3), as contained in Public Law 103- 
465, excludes from the determination of the patent term any 
application on which priority is claimed under 35 U.S.C. 119, 
365(a) or 365(b), the filing date of a provisional application 
is not considered in determining the term of any patent. 

Section 119(e)(1) of title 35, United States Code, provides 
that if all of the conditions of 35 U.S.C. 119(e)(1) and (e)(2) 
are met, an application for patent filed under 35 U.S.C. 111(a) 
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or 363 shall have the same effect as though filed on the date 
of the provisional application. Thus, the effective United States 
filing date of an application for patent filed under 35 U.S.C. 
111(a), and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application. Any patent granted 
on such an application, is prior art under 35 U.S.C. 102(e) as 
of the filing date of the provisional application. 

Likewise, the effective United States filing date of a patent 
issued on an international application filed under 35 U.S.C. 
363, and entitled to benefits under 35 U.S.C. 119(e), is the 
filing date of the provisional application, except for the purpose 
of applying that patent as prior art under 35 U.S.C. 102(e). For 
that purpose only, 35 U.S.C. 102(e) defines the filing date of 
the international application as the date the requirements of 35 
U.S.C. 371(c)(1), (c)(2) and (c)(4) were fulfilled. 

Public Law 103-465 further includes transitional provisions 
for limited reexamination in certain applications pending for 
two (2) years or longer as of June 8, 1995, taking into account 
any reference to any earlier application under 35 U.S.C. 120, 
121 or 365(c). The transitional provisions also permit examina- 
tion of more than one independent and distinct invention in 
certain applications pending for three (3) years or longer as of 
June 8, 1995, taking into account any reference to any earlier 
application under 35 U.S.C. 120, 121 or 365(c). These transi- 
tional provisions are not applicable to any application which 
is filed after June 8, 1995, regardless of whether the application 
is a continuing application. 

The amendments to title 35 relating to 20-year patent term, 
patent term extension, provisional applications and the transi- 
tional provisions are effective on the date which is six (6) 
months after the date of enactment, i.e., on June 8, 1995. 

A Notice of Proposed Rulemaking was published in the 
Federal Register at 59 FR 63951 (December 12, 1994) and in 
the Patent and Trademark Office Official Gazette at 1170 Off. 
Gaz. Pat. Office 377-390 (January 3, 1995). 

Forty-nine written comments were received in response to 
the Notice of Proposed Rulemaking. A public hearing was held 
at 9:30 a.m. on February 16, 1995. Fourteen individuals offered 
oral comments at the hearing. The forty-nine written comments 
and a transcript of the hearing are available for public inspection 
in the Special Program Law Office, Office of the Deputy Assis- 
tant Commissioner for Patent Policy and Projects, Room 520, 
Crystal Park I, 2011 Crystal Drive, Arlington, Virginia, and 
are available on the Internet through anonymous file transfer 
protocol (ftp), address: ftp.uspto.gov. 

The following includes a discussion of the rules being added 
or amended, the reasons for those additions and amendments 
and an analysis of the comments received in response to the 
Notice of Proposed Rulemaking. 

Changes in text: The final rules contain numerous changes 
to the text of the rules as proposed for comment. Those changes 
are discussed below. Familiarity with the Notice of Proposed 
Rulemaking is assumed. 

Section 1.9(a)(1) is being changed for clarity to define a 
national application as a U.S. application for patent which was 
either filed in the Office under 35 U.S.C. 111, or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. Also, a new paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

The proposed deletion of § 1.60 is being withdrawn. There- 
fore, § 1.17(i) is being changed to retain the reference to § 
1.60. 

Section 1.17(q) is being changed to delete the fifty (50) 
percent reduction for small entities in the $50.00 fee established 
for filing a petition under § 1.48 in a provisional application 
and a petition to accord a provisional application a filing date 
or to convert an application filed under § 1.53(b)(1) to a provi- 
sional application. 

Sections 1.17(r) and (s) are being changed to include a fifty 
(50) percent reduction for small entities in the fees established 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b). In the final rule, the fee required by §§ 1.17(r) 
and 1.17(s) from a small entity is $365.00. The fee required 
from other than a small entity is $730.00. 
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The elimination of the small entity reduction in § 1.17(q) 
and the addition of the small entity reduction in §§ 1.17(r) and 
(s) are the result of additional review, which resulted in the 
conclusion that the fees established for the transitional proce- 
dures in §§ 1.129(a) and (b) may be reduced by fifty (50) 
percent for small entities. However, the petition fees required 
by § 1.17(q) are not subject to the fifty (50) percent reduction 
for small entities. 

The proposed deletion of the retention fee practice set forth 
in former § 1.53(d), now redesignated § 1.53(d)(1), is being 
withdrawn. Therefore, § 1.21(1) is being retained and amended 
to refer to § 1.53(d)(1). Also, the proposed change in the text 
to § 1.17(n) is being withdrawn, since § 1.60 is being retained. 

Section 1.28(a) is being changed to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or they may rely on a verified 
statement filed in the prior application, if status as a small 
entity is still proper and desired. If applicants intend to rely 
on a verified statement filed in the prior application, applicants 
must include in the nonprovisional application either a reference 
to the verified statement filed in the prior application or a copy 
of the verified statement filed in the prior application. A verified 
statement in compliance with existing § 1.27 is required to be 
filed in each provisional application in which it is desired to 
pay reduced fees. 

Section 1.45(c), first sentence, is being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.48 is being changed to include a new paragraph 
(e) setting forth the procedure for deleting the name of a person 
who was erroneously named as an inventor in a provisional 
application. The procedure requires an amendment deleting the 
name of the person who was erroneously named accompanied 
by: a petition including a statement of facts verified by the 
person whose name is being deleted establishing that the error 
occurred without deceptive intention; the fee set forth in § 
1.17(q); and the written consent of any assignee. The first 
sentences of §§ 1.48(a)-(c) are also being changed for clarity 
to refer to a “nonprovisional” application. 

Section 1.51(a)(2)(i) is being changed to require that the 
provisional application cover sheet include the residence of 
each named inventor and, if the invention was made by an 
agency of the U.S. Government or under a contract with an 
agency of the U.S. Government, the name of the U.S. Govern- 
ment agency and Government contract number. The residence 
of each named inventor is information which is necessary to 
identify those provisional applications which must be reviewed 
by the PTO for foreign filing licenses. If the invention disclosed 
in the provisional application was made by an agency of the 
U.S. Government or under a contract with an agency of the 
U.S. Government, the security review for that application 
should already have been done by that agency of the U.S. 
Government. Therefore, identification of those particular provi- 
sional applications on the cover sheet will reduce the number 
of applications which the PTO must forward to other agencies 
of the U.S. Government for security review. 

Section 1.53(b)(1) is being changed to retain the reference 
to § 1.60. 

Section 1.53(b)(2)(ii) is being changed to require that any 
petition and petition fee to convert a § 1.53(b)(1) application to 
a provisional application be filed in the § 1.53(b)(1) application 
prior to the earlier of the abandonment of the § 1.53(b)(1) 
application, the payment of the issue fee, the expiration of 
twelve (12) months after the filing date of the § 1.53(b)(1) 
application, or the filing of a request for a statutory invention 
registration under § 1.293. Where the § 1.53(b)(1) application 
was abandoned before the expiration of twelve (12) months 
after the filing date of the application, a petition to convert the 
application to a provisional application may be filed in the § 
1.53(b)(1) application if the petition to convert is filed prior 
to the expiration of twelve (12) months after the filing date of the 
§ 1.53(b)(1) application and is accompanied by an appropriate 
petition to revive an abandoned application under § 1.137. 

Section 1.53(b)(2)(iii) is being changed to indicate that the 
requirements of §§ 1.821-1.825 regarding application disclo- 
sures containing nucleotide and/or amino acid sequences are 
not mandatory for provisional applications. 
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Section 1.53(d)(1) is being changed to retain the retention 
fee practice. The proposal to delete the retention fee practice 
set forth in § 1.53(d) is being withdrawn. 

The first sentences of §§ 1.55(a) and (b) are being changed 
for clarity to refer to a “nonprovisional” application. Also, §§ 
1.55(a) and (b) are being changed to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
foreign applications or one or more applications for inventor’s 
certificate. 

Section 1.59 is being changed to retain the reference to the 
retention fee set forth in § 1.21(1) and to clarify that the retention 
fee practice applies only to applications filed under § 1.53(b)(1). 

The proposal to delete § 1.60 is being withdrawn. Therefore, 
§ 1.60 is being retained and amended to clarify in the title of 
the section and in paragraph (b)(1) that the procedure set forth 
in the section is only available for filing a continuation or 
divisional application if the prior application was a nonprovi- 
sional application and complete as set forth in § 1.51(a)(1). 
Also, paragraph (b)(4) is being amended to delete the require- 
ment that the statement which must accompany the copy of 
the prior application include the language that “no amendments 
referred to in the oath or declaration filed to complete the prior 
application introduced new matter therein.” The requirement 
is unnecessary because any amendment filed to complete the 
prior application would be considered a part of the original 
disclosure of the prior application and, by definition, could not 
contain new matter. Also, paragraph (b)(4) is being amended 
to refer to § 1.17(i). 

Section 1.62(a) is being changed to refer to a prior complete 
“nonprovisional” application and to clarify that a continuing 
application may be filed under § 1.62 after payment of the 
issue fee if a petition under § 1.313(b)(5) is granted in the prior 
application. Section 1.62(a) is also being changed to clarify 
the existing practice that the request for a § 1.62 application 
must include identification of the inventors named in the prior 
application. 

Section 1.63(a) is being changed for clarity to refer to an oath 
or declaration filed as a part of a “nonprovisional” application. 

Section 1.67(b) is being changed for clarity to refer to a 
“nonprovisional” application. 

Sections 1.78(a)(1) and (a)(2) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
copending nonprovisional applications or international applica- 
tions designating the United States of America. Section 
1.78(a)(1)(ii) is being changed to retain the reference to § 1.60. 
Section 1.78(a)(1)(iii) is being retained and amended to refer 
to §§ 1.53(b)(1) and 1.53(d)(1). 

Sections 1.78(a)(3) and (a)(4) are being changed to refer to 
a “nonprovisional” application and to clarify that the nonprovi- 
sional application may claim the benefit of one or more prior 
copending provisional applications. 

Section 1.78(a)(3) is also being changed to remind applicants 
and practitioners that when the last day of pendency of a provi- 
sional application falls on a Saturday, Sunday, or Federal hol- 
iday within the District of Columbia, any nonprovisional 
application claiming benefit of the provisional application must 
be filed prior to the Saturday, Sunday, or Federal holiday within 
the District of Columbia. Section 111(b)(5) of title 35, United 
States Code, states that a provisional application is abandoned 
twelve months after its filing date. Sections 119(e)(1) and (e)(2) 
of title 35, United States Code, require that a nonprovisional 
application claiming benefit of a prior provisional application 
be filed not later than twelve months after the date on which 
the provisional application was filed and that the provisional 
application be pending on the filing date of the nonprovisional 
application. Under §§ 1.6 and 1.10, no filing dates are accorded 
to applications on a Saturday, Sunday, or Federal holiday within 
the District of Columbia. Thus, if a provisional application is 
abandoned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, a 
nonprovisional application claiming benefit of the provisional 
application under 35 U.S.C. 119(e) must be filed no later than 
the preceding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. 

Section 1.78(a)(4) is also being changed to delete the require- 
ment that the reference in the nonprovisional application to the 
provisional application indicate the relationship of the applica- 
tions. As a result of the change, § 1.78(a)(4) provides that a 
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nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional application number (consisting 
of series code and serial number). However, the section does 
not require the nonprovisional application to identify the non- 
provisional application as a continuation, divisional or continu- 
ation-in-part application of the provisional application. 

Section 1.83(a) is being changed to delete the proposed 
redesignation of paragraph (a) and to delete proposed paragraph 
(a)(2). Also, §§ 1.83(a) and (c) are being changed for clarity 
to refer to a “nonprovisional” application. Further, § 1.83(c) 
is being changed to remove the reference to paragraph (a)(1). 

Section 1.101 is being changed for clarity to refer to a “non- 
provisional” application. 

Sections 1.129(a) and (b) are being changed to identify the 
effective date of 35 U.S.C. 154(a)(2) as June 8, 1995. 

Further, § 1.129(a) is being changed to provide that the first 
and second submissions and fees set forth in § 1.17(r) must 
be filed prior to the filing of an Appeal Brief, rather than prior 
to the filing of the Notice of Appeal, and prior to abandonment 
of the application. The requirement that the fee set forth in § 
1.17(r) be filed within one month of the notice refusing entry 
is being deleted. Section 1.129(a) is also being changed to 
provide that the finality of the final rejection is automatically 
withdrawn upon the timely filing of the submission and payment 
of the fee set forth in § 1.17(r). The language indicating that 
the submission would be entered and considered after timely 
payment of the fee set forth in § 1.17(r) “to the extent that it 
would have been entered and considered if made prior to final 
rejection” is being deleted. In view of the magnitude of the 
fee set forth in § 1.17(r), the next PTO action following timely 
payment of the fee set forth in § 1.17(r) will be equivalent to 
a first action in a continuing application. Under existing PTO 
practice, it would not be proper to make final a first Office action 
in a continuing application where the continuing application 
contains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made final. In view of 35 U.S.C. 
132, no amendment considered as a result of the payment of 
the fee set forth in § 1.17(r) may introduce new matter into 
the disclosure of the application. 

Section 1.129(b)(1) is being changed to identify the date 
which is two months prior to the effective date of 35 U.S.C. 
154(a)(2) as April 8, 1995. Section 1.129(b)(1) is also being 
changed to clarify in subsection (ii) that the examiner has not 
made a requirement for restriction in the present or parent 
application prior to April 8, 1995, due to actions by the appli- 
cant. 

Section 1.129(b)(2) is being changed to delete the identifica- 
tion of the period provided for applicants to respond to a notifi- 
cation under § 1.129(b) as one month. The time period for 
response will be identified in any written notification under § 
1.129(b) and will usually be one month, but in no case will it 
be less than thirty days. The period may be extended under § 
1.136(a). The language is also being changed to provide that 
applicant may respond to the notification by (i) electing the 
invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and paying the fee 
set forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) confirming an election made prior to the notice and 
paying the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected, or (iii) filing a 
petition under § 1.129(b)(2) traversing the requirement without 
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regard to whether the requirement has been made final. No 
petition fee is required. The section is also being changed to 
provide that if the petition under § 1.129(b)(2) is filed in a 
timely manner, the original time period for electing and paying 
the fee set forth in § 1.17(s) will be deferred and any decision 
on the petition affirming or modifying the requirement will set 
a new time period to elect the invention or inventions to be 
searched and examined and to pay the fee set forth in § 1.17(s) 
for each independent and distinct invention claimed in the 
application in excess of one which applicant elects. 

Section 1.129(c) is being changed to clarify that the provis- 
ions of §§ 1.129(a) and (5) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995 would be subject to a 20-year patent term. 

Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. No change 
to § 1.137 was proposed in the Notice of Proposed Rulemaking. 
However, in all applications filed on or after June 8, 1995, 
except design applications, any delay in filing a petition under 
§ 1.137(a) will automatically result in the loss of patent term. 
The loss of patent term will be the incentive for applicants to 
promptly file any petition to revive. Therefore, no need is seen 
for requiring a terminal disclaimer in such applications. It would 
amount to a penalty if a terminal disclaimer was required. 

Section 1.316 is being amended by revising paragraph (d) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
disclaimer accompany any petition under § 1.316(b) not filed 
within six (6) months of the date of the abandonment of the 
application. Acceptance of a late payment of an issue fee in 
a design application is specifically provided for in § 1.155. 
Therefore, § 1.316 does not apply to design applications. The 
language “filed before June 8, 1995” as used in the amended 
tule, refers to the actual United States filing date, without 
reference to any claim for benefit under 35 U.S.C. 120, 121 
or 365. No change to § 1.316 was proposed in the Notice of 
Proposed Rulemaking. However, in all applications filed on or 
after June 8, 1995, except design applications, any delay in 
filing a petition under § 1.316(b) will automatically result in 
the loss of patent term. The loss of patent term will be the 
incentive for applicants to promptly file any petition under § 
1.316(b). Therefore, no need is seen for requiring a terminal 
disclaimer in such applications. It would amount to a penalty 
if a terminal disclaimer was required. 

Section 1.317 is being amended by removing and reserving 
paragraph (d) to eliminate the requirement that a terminal dis- 
claimer accompany any petition under § 1.317(b) not filed 
within six (6) months of the date of lapse of the patent. No 
change to § 1.317 was proposed in the Notice of Proposed 
Rulemaking. However, the delay in filing a petition under § 
1.317(b) does not result in any gain of patent term. Therefore, 
no reason is seen for requiring a terminal disclaimer in such 
cases. 

Section 1.701(a) is being changed to identify the implementa- 
tion date as June 8, 1995, and to clarify that a proceeding under 
35 U.S.C. 135(a) is an interference proceeding. 

Section 1.701(b) is being changed to provide that the term 
of a patent entitled to an extension under § 1.701 shall be 
extended for the sum of the periods of delay calculated under 
paragraphs (c)(1), (c)(2), (c)(3) and (d) of § 1.701 and the 
extension will run from the expiration date of the patent. The 
reference to a terminal disclaimer is being deleted to be consis- 
tent with § 1.701(a)(3) and to avoid any confusion. 

Section 1.701(c)(1)(i) is being changed for clarity by deleting 
the phrase “if any” after the first occurrence of “interference” 
and by inserting the same phrase after the phrase “the number 
of days.” 

Section 1.701(c)(1)(ii) is being changed to clarify that the 
period referred to ends on the “date of the termination of the 
suspension” rather than on the date of the next PTO communica- 
tion reopening prosecution. 
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Section 1.70i(d)(1) is being amended to clarify that the 
“time” referred to is time “during the period of appellate 
review”. 

Section 1.701(d)(2) is being amended to clarify that the 
Commissioner, under the broad discretion granted by 35 U.S.C. 
154(b)(3)(C), has decided to limit consideration of applicant’s 
due diligence only to acts occurring during the period of appel- 
late review. The supplementary information published in the 
Notice of Proposed Rulemaking contained examples of what 
might be considered a lack of due diligence for purposes of § 
1.701(d)(2) as proposed. Specifically, the supplementary infor- 
mation identified requests for extensions of time to respond to 
Office communications, submission of a response which is not 
fully responsive to an Office communication, and filing of 
informal applications as examples. In view of the comments 
received and the language adopted in the final rules, those 
examples are withdrawn. Acts which the Commissioner con- 
siders to constitute prima facie evidence of lack of due diligence 
under § 1.701(d)(2) are suspensions at applicant’s request under 
§ 1.103(a) during the period of appellate review and abandon- 
ments during the period of appellate review. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts 1 and 3, are 
being amended as indicated below: 


Section 1.1 is being amended to add a paragraph (i) to provide 
a special “Box Provisional Patent Application” address to assist 
the Mail Room in separating and processing provisional appli- 
cations and mail relating thereto. 

Section 1.9 is being amended to redesignate paragraph (a) 
as paragraph (a)(1) and to define a national application as a 
U.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an international application after compliance with 35 U.S.C. 
371. A new paragraph (a)(2) is being added to define the term 
“provisional application” as a U.S. national application filed 
under 35 U.S.C. 111(b). Also, a new paragraph (a)(3) is being 
added to define the term “nonprovisional application” as a U.S. 
national application for patent which was either filed in the 
Office under 35 U.S.C. 111(a), or which entered the national 
stage from an international application after compliance with 
35 U.S.C. 371. 

Sections 1.12 and 1.14 are being amended to replace the 
references to § 1.17(i)(1) with references to § 1.17(i). 

Sections 1.16(a)-(e) and (g) are being amended to clarify 
that those sections do not apply to provisional applications. 
A complete provisional application does not require claims. 
However, provisional applications may be filed with one or 
more claims as part of the application. Nevertheless, no addi- 
tional claim fee or multiple dependent claim fee will be required 
in a provisional application. Section 1.16(f) is being amended 
to insert the words “basic fee”. Section 1.16(e) refers to “the 
basic filing fee”. Current Office practice allows a design appli- 
cation to be filed without the design filing fee or the oath/ 
declaration as set forth in § 1.53(d)(1). The change to § 1.16(f) 
is merely for clarification. In addition, § 1.16(a) is being 
amended to replace the word “cases” with the word “applica- 
tions”, since the word “applications” is used elsewhere in the 
rule. 

Section 1.16 is-ciso being amended to add a new paragraph 
(k) which lists the basic filing fee for a provisional application 
as $75.00 for a small entity (see §§ 1.9(c)-(f)) or $150.00 for 
other than a small entity as contained in Public Law 103-465. 
Since the filing fee for a provisional application is established 
by Public Law 103-465 as a 35 U.S.C. 41(a) fee, the filing fee 
for a provisional application will be subject to the fifty (50) 
percent reduction provided for in 35 U.S.C. 41(h). 

Further, § 1.16 is being amended to add a new paragraph 
(1) which establishes the surcharge required by new § 1.53(d)(2) 
for filing the basic filing fee or the cover sheet required by 
new § 1.51(a)(2) for a provisional application at a time later 
than the provisional application filing date as $25.00 for a small 
entity or $50.00 for other than a small entity. 

Section 1.17(h) is being amended to clarify that the $130.00 
petition fee for filing a petition for correction of inventorship 
under § 1.48 applies to all patent applications, except provi- 
sional applications. Paragraph (i)(1) is being redesignated as 
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paragraph (i) and paragraph (i)(2) is being removed. The fee 
for a petition under § 1.102 to make an application special has 
been placed in paragraph (i). The words “of this part”, in § 1.17, 
paragraphs (h) and (i), are being deleted, since the paragraphs 
currently refer to sections in parts other than Part 1. Section 
1.17(i) is also being amended to clarify that the fee set forth 
in paragraph (i) for filing a petition to accord a filing date under 
§ 1.53 applies to all patent applications, except provisional 
applications. 

A new § 1.17(q) is being added to establish a petition fee 
of $50.00 for filing a petition for correction of inventorship 
under § 1.48 in a provisional application and for filing a petition 
to accord a provisional application a filing date or to convert 
an application filed under § 1.53(b)(1) to a provisional applica- 
tion. The petition fee set forth in § 1.17(q) is not reduced for 
a small entity. 

New §§ 1.17(r) and (s) are being added to establish the fees 
for entry of a submission after final rejection under § 1.129(a) 
and for each additional invention requested to be examined 
under § 1.129(b), respectively. These fees have been set at 
$365.00 for a small entity and $730.00 for other than a small 
entity. 

Section 1.21(1) is being amended to refer to § 1.53(d)(1). 

Section 1.28(a) is being amended to clarify the procedure 
for establishing status as a small entity in a nonprovisional 
application claiming benefit under 35 U.S.C. 119(e), 120, 121, 
or 365(c) of a prior application. In such cases, applicants may 
file a new verified statement or rely on a verified statement 
filed in the prior application, if status as a small entity is still 
proper and desired. If applicants intend to rely on a verified 
statement filed in the prior application, applicants must include 
in the nonprovisional application either a reference to the veri- 
fied statement filed in the prior application or a copy of the 
verified statement filed in the prior application. Status as a 
small entity may be established in a provisional application by 
complying with existing § 1.27. 

Section 1.45(c) is being amended to clarify that the first 
sentence applies to a “nonprovisional” application. Section 
1.45(c) is also being amended to add a second sentence relating 
to joint inventors named in a provisional application. The 
second sentence states that each inventor named in a provisional 
application must have made a contribution to the subject matter 
disclosed in the provisional application. All that § 1.45(c), 
second sentence, requires is that if a person is named as an 
inventor in a provisional application, that person must have 
made a contribution to the subject matter disclosed in the provi- 
sional application. 

Sections 1.48(a)-(c) are being amended to specify that the 
procedures for correcting an error in inventorship set forth 
in those sections apply to nonprovisional applications. New 
paragraph (d) is being added to establish a procedure for adding 
the name of an inventor in a provisional application, where the 
name was originally omitted without deceptive intent. Para- 
graph (d) does not require the verified statement of facts by 
the original inventor or inventors, the oath or declaration by 
each actual inventor in compliance with § 1.63 or the consent of 
any assignee as required in paragraph (a). Instead, the procedure 
requires the filing of a petition identifying the name or names 
of the inventors to be added and including a statement that the 
name or names of the inventors were omitted through error 
without deceptive intention on the part of the actual inventor(s). 
The statement would be required to be verified if made by a 
person not registered to practice before the PTO. The statement 
could be signed by a registered practitioner of record in the 
application or acting in a representative capacity under § 
1.34(a). The $50.00 petition fee set forth in § 1.17(q) would 
also be required. New paragraph (e) is also being added setting 
forth the procedure for deleting the name of a person who was 
erroneously named as an inventor in a provisional application. 
The procedure requires an amendment deleting the name of 
the person who was erroneously named accompanied by: a 
petition including a statement of facts verified by the person 
whose name is being deleted establishing that the error occurred 
without deceptive intention; the fee set forth in § 1.17(q); and 
the written consent of any assignee. 

Section 1.51 is being amended to redesignate § 1.51(a) as 
§ 1.51(a)(1) and to include a new paragraph (a)(2) identifying 
the required parts of a complete provisional application. As set 
forth in § 1.51(a)(2), a complete provisional application 
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includes a cover sheet, a specification as prescribed in 35 U.S.C. 
112, first paragraph, any necessary drawings and the provisional 
application filing fee. A suggested cover sheet format for a 
provisional application is included as an Appendix A to this 
Notice of Final Rulemaking and is available from the PTO free 
of charge to the public. However, the rule does not require the 
applicant to use the PTO suggested cover sheet. Any paper 
containing the information required in § 1.51(a)(2)(i) will be 
acceptable. The cover sheet is required to identify the paper 
as a provisional application and to provide the information 
which is necessary for the PTO to prepare the provisional 
application filing receipt. Also, the residence of each named 
inventor and, if the invention disclosed in the provisional appli- 
cation was made by an agency of the U.S. Government or 
under a contract with an agency of the U.S. Government, the 
name of the U.S. Government agency and Government contract 
number must be identified on the cover sheet. 

Section 1.51(b) is being amended to indicate that an informa- 
tion disclosure statement is not required and may not be filed 
in a provisional application. Any information disclosure state- 
ments filed in a provisional application will either be returned 
or disposed of at the convenience of the Office. An information 
disclosure statement filed in a § 1.53(b)(1) application which 
has been converted to a provisional application will be retained 
in the application after the conversion, if the information disclo- 
sure statement was filed before the petition required by § 
1.53(b)(2)(ii) was filed. 

The title of § 1.53 and paragraph (a) are being amended 
to refer to application number, rather than application serial 
number. The term “application number” is found in current § 
1.5(a). 

Section 1.53(b) is being redesignated as § 1.53(b)(1) and is 
being amended to refer to § 1.17(i) rather than § 1.17(i)(1) to 
conform to the change therein. 

A new § 1.53(b)(2) is being added to set forth the require- 
ments for obtaining a filing date for a provisional application. 
Section 1.53(b)(2) states that a filing date will be accorded to 
a provisional application as of the date the specification as 
prescribed by 35 U.S.C. 112, first paragraph, any necessary 
drawings, and the name of each inventor of the subject matter 
disclosed are filed in the PTO. The filing date requirements 
for a provisional application set forth in new paragraph (b)(2) 
parallel the existing requirements set forth in former paragraph 
(b), now redesignated paragraph (b)(1), except that no claim is 
required. In order to minimize the cost of processing provisional 
applications and to reduce the handling of provisional applica- 
tions, amendments, other than those required to make the provi- 
sional application comply with applicable regulations, are not 
permitted after the filing date of the provisional application. 

Section 1.53(b)(2)(i) is being added requiring all provisional 
applications to be filed with a cover sheet identifying the appli- 
cation as a provisional application. The section also indicates 
that the PTO will treat an application as having been filed 
under § 1.53(b)(1), unless the application is identified as a 
provisional application on filing. A provisional application, 
which is identified as such on filing, but which does not include 
all of the information required by § 1.51(a)(2)(i) would still 
be treated as a provisional application. However, the omitted 
information and a surcharge would be required to be submitted 
at a iater date under new § 1.53(d)(2). 

Section 1.53(b)(2)(ii) is being added to establish a procedure 
for converting an application filed under § 1.53(b)(1) to a 
provisional application. The section requires that a petition 
requesting the conversion and a petition fee be filed in the § 
1.53(b)(1) application prior to the earlier of the abandonment 
of the § 1.53(b)(1) application, the payment of the issue fee, 
the expiration of twelve (12) months after the filing date of 
the § 1.53(b)(i) application, or the filing of a request for a 
statutory invention registration under § 1.293. The grant of any 
such petition would not entitle applicant to a refund of the fees 
properly paid in the application filed under § 1.53(b)(1). 

Section 1.53(b)(2)(iii) is being added to call attention to the 
provisions of Public Law 103-465 which prohibit any provi- 
sional application from claiming a right of priority under 35 
U.S.C. 119 or 365(a) or the benefit of an earlier filing date 
under 35 U.S.C. 120, 121 or 365(c) of any other application. 
The section also calls attention to the provisions of Public Law 
103-465 which provide that no claim for benefit of an earlier 
filing date may be made in a design application based on a 





1232 OG 216 
(110) 


provisional application and that no request for a statutory inven- 
tion registration may be filed in a provisional application. Sec- 
tion 1.53(b)(2)(iii) further specifies that the requirements of §§ 
1.821-1.825 are not mandatory for provisional applications. 
However, applicants are reminded that an invention being 
claimed in an application filed under 35 U.S.C. 111(a) or 365 
which claims benefit under 35 U.S.C. 119(e) of a provisional 
application must be disclosed in the provisional application in 
the manner provided by the first paragraph of 35 U.S.C. 112. 
Voluntary compliance with the requirements of §§ 1.821-1.825 
in the provisional application is recommended, in order to 
ensure that support for the invention claimed in the 35 
U.S.C.111(a) application can be readily ascertained in the provi- 
sional application. 

Section 1.53(c) is being amended to require that any request 
for review of a refusal to accord an application a filing date 
be made by way of a petition accompanied by the fee set forth 
in § 1.17(i), if the application was filed under § 1.53(b)(1), or 
by the fee set forth in § 1.17(q), if the application was filed 
under § 1,53(b)(2). This reflects the current practice set forth 
in the Manual of Patent Examining Procedure (MPEP), section 
506.02 (Sixth Edition, Jan. 1995) with regard to any request 
for review of a refusal to accord a filing date for an application. 
The PTO will continue its current practice of refunding the 
petition fee, if the refusal to accord the requested filing date 
is found to have been a PTO error. 

Section 1.53(d) is being redesignated as § 1.53(d)(1). 

Section 1.53(d)(2) is being added to provide that a provisional 
application may be filed without the basic filing fee and without 
the complete cover sheet required by § 1.51(a)(2). In such a 
case, the applicant will be notified and given a period of time 
in which to file the missing fee, and/or cover sheet and to pay 
the surcharge set forth in § 1.16(1). 

Section 1.53(e) is being redesignated as § 1.53(e)(1) and 
amended to refer to § 1.53(b)(1). Also, a new § 1.53(e)(2) is 
being added to indicate that a provisional application will not 
be given a substantive examination and will be abandoned no 
later than twelve (12) months after its filing date. 

Sections 1.55(a) and (b) are being amended to clarif*’ that 
the sections apply to nonprovisional applications and to c.arify 
that a nonprovisional application may claim the benefit of one 
or more prior foreign applications or one or more applications 
for inventor’s certificate. Also, § 1.55(a) is being amended to 
replace the reference to 35 U.S.C. 119 with a reference to 35 
U.S.C. 119(a)-(d). In addition, the reference to § 1.17(i)(1) in 
§ 1.55(a) is being replaced by a reference to § 1.17(i) to be 
consistent with the change to § 1.17. Section 1.55(b) is also 
being amended to refer to 35 U.S.C. 119(d) to conform to the 
paragraph designations contained in Public Law 103-465. 

Section 1.59 is being amended to clarify that the retention 
fee practice set forth in § 1.53(d)(1) applies only to applications 
filed under § 1.53(b)(1). 

Section 1.60 is being amended to clarify in the title of the 
section and in paragraph (b)(1) that the procedure set forth in the 
section is only available for filing a continuation or divisional 
application if the prior application was a nonprovisional appli- 
cation and complete as set forth in § 1.51(a)(1). Paragraph 
(b)(4) is being amended to delete the requirement that the 
statement which must accompany the copy of the prior applica- 
tion include the language that “no amendments referred to in 
the oath or declaration filed to complete the prior application 
introduced new matter therein.” The requirement is unnecessary 
because any amendment filed to complete the prior application 
would be considered a part of the original disclosure of the 
prior application and, by definition, could not contain new 
matter. Also, paragraph (b)(4) is being amended to refer to § 
1.17(i). 

Section 1.62(a) is being amended to clarify that the procedure 
set forth in the section is only available for filing a continuation, 
continuation-in-part, or divisional application of a prior nonpro- 
visional application which is complete as defined in § 
1.51(a)(1). Section 1.62(a) is also being amended to clarify 
that a continuing application may be filed under § 1.62 after 
payment of the issue fee if a petition under § 1.313(b)(5) is 
granted in the prior application and that the request for a § 
1.62 application must include identification of the inventors 
named in the prior application. The phrase “Serial number, 
filing date” in § 1.62(a) is being changed to “application 
number.” 
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Section 1.62(e) is being amended to replace the reference 
to § 1.17(i)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. Also, the term “application serial 
number” in § 1.62(e) is being changed to “application number.” 

Section 1.63(a) is being amended to replace the reference 
to § 1.51(a)(2) with a reference to § 1.51(a)(1)(ii) in order to 
conform with the changes in § 1.51 and to refer to an oath or 
declaration filed as a part of a nonprovisional application. 

Section 1.67(b) is being amended to replace the reference 
to § 1.53(d) with a reference to § 1.53(d)(1) in order to conform 
with the changes in § 1.53. Furthermore, the references to §§ 
1.53(b) and 1.118 are being deleted to make clear that the new 
matter exclusion applies to all applications including those filed 
under §§ 1.60 and 1.62.Also, the section is being amended to 
refer to a nonprovisional application. 

Sections 1.78(a)(1) and (a)(2) are being amended to clarify 
that the sections apply to nonprovisional applications claiming 
the benefit of one or more copending nonprovisional applica- 
tions or international applications designating the United States 
of America. Section 1.78(a)(1)(iii) is being amended to refer 
to §§ 1.53(b)(1) and 1.53(d)(1). Section 1.78(a)(2) is also being 
amended to eliminate the use of serial number and filing date 
as an identifier for a prior application. The section will require 
that the prior application be identified by application number 
(consisting of the series code and serial number) or international 
application number and international filing date. 

Sections 1.78(a)(3) and (a)(4) are being added to set forth 
the conditions under which a nonprovisional application may 
claim the benefit of one or more prior copending provisional 
applications. The later filed nonprovisional application must 
be an application other than for a design patent and must be 
copending with each provisional application. There must be a 
common inventor named in the prior provisional application 
and the later filed nonprovisional application. Each prior provi- 
sional application must be complete as set forth in § 1.51(a)(2), 
or entitled to a filing date as set forth in § 1.53(b)(2) and 
include the basic filing fee. Section 1.78(a)(3) also includes 
the warning that when the last day of pendency of a provisional 
application falls on a Saturday, Sunday, or Federal holiday 
within the District of Columbia, any nonprovisional application 
claiming benefit of the provisional application must be filed 
prior to the Saturday, Sunday, or Federal holiday within the 
District of Columbia. A provisional application may be aban- 
doned by operation of 35 U.S.C. 111(b)(5) on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, in 
which case, a nonprovisional application claiming benefit of 
the provisional application under 35 U.S.C. 119(e) must be 
filed no later than the preceding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 

Section 1.78(a)(4) is also being added to provide that a 
nonprovisional application claiming benefit of one or more 
provisional applications must contain a reference to each provi- 
sional application, identifying it as a provisional application 
and including the provisional appiication number (consisting 
of series code and serial number). The section does not require 
the nonprovisional application to identify the nonprovisional 
application as a continuation, divisional or continuation-in-part 
application of the provisional application. 

Sections 1.83(a) and (c) are being amended to clarify that 
the sections apply to nonprovisional applications. 

Section 1.97(d) is being amended to replace the reference 
to § 1.17(i)(1) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.101(a) is being amended to indicate that the section 
applies to nonprovisional applications. 

Section 1.102(d) is being amended to replace the reference 
to § 1.17(4)(2) with a reference to § 1.17(i) to be consistent 
with the change to § 1.17. 

Section 1.103(a) is amended to replace the reference to § 
1.17()(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 

Section 1.129 is being added to set forth the procedure for 
implementing certain transitional provisions contained in Public 
Law 103-465. Section 1.129(a) provides for limited reexamina- 
tion of applications pending for 2 years or longer as of June 
8, 1995, taking into account any reference to any earlier applica- 
tion under 35 U.S.C. 120, 121 or 365(c). An applicant will be 
entitled to have a first submission entered and considered on 
the merits after final rejection if the submission and the fee 
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set forth in § 1.17(r) are filed prior to the filing of an Appeal 
Brief and prior to abandonment of the application. Section 
1.129(a) also provides that the finality of the final rejection is 
automatically withdrawn upon the timely filing of the submis- 
sion and payment of the fee set forth in § 1.17(r). After submis- 
sion and payment of the fee set forth in § 1.17(r), the next 
PTO action on the merits may be made final only under the 
conditions currently followed by the PTO for making a first 
action in a continuing application final. If a subsequent final 
rejection is made in the application, applicant would be entitled 
to have a second submission entered and considered on the 
merits under the same conditions set forth for consideration of 
the first submission. Section 1.129(a) defines the term “submis- 
sion” as including, but not limited to, an information disclosure 
statement, an amendment to the written description, claims or 
drawings, and a new substantive argument or new evidence 
in support of patentability. For example, the submission may 
include an amendment, a new substantive argument and an 
information disclosure statement. In view of the fee set forth 
in § 1.17(r), any information disclosure statement previously 
refused consideration in the application because of applicant’s 
failure to comply with § 1.97(c) or (d) or which is filed as part 
of either the first or second submission will be treated as though 
it had been filed within one of the time periods set forth in § 
1.97(b) and will be considered without the petition and petition 
fee required in § 1.97(d), if it complies with the requirements 
of § 1.98. In view of 35 U.S.C. 132, no amendment considered 
as a result of the payment of the fee set forth in § 1.17(r) may 
introduce new matter into the disclosure of the application. 
Section 1.129(b)(1) is being added to provide for examination 
of more than one independent and distinct invention in certain 
applications pending for 3 years or longer as of June 8, 1995, 
taking into account any reference to any earlier application 
under 35 U.S.C. 120, 121 or 365(c). Under § 1.129(b)(1), 
a requirement for restriction or for the filing of divisional 
applications would only be made or maintained in the applica- 
tion after June 8, 1995, if: (1) the requirement was made in 
the application or in an earlier application relied on under 35 
U.S.C. 120, 121 or 365(c) prior to April 8, 1995; (2) the 
examiner has not made a requirement for restriction in the 
present or parent application prior to April 8, 1995, due to 
actions by the applicant; or (3) the required fee for examination 
of each additional invention was not paid. Under § 1.129(b)(2), 
if the application contains claims to more than one independent 
and distinct invention, and no requirement for restriction or for 
the filing of divisional applications can be made or maintained, 
applicant will be notified and given a time period to (i) elect 
the invention or inventions to be searched and examined, if no 
election has been made prior to the notice, and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in excess of one which applicant 
elects, (ii) in situations where an election was made in response 
to a requirement for restriction that cannot be maintained, con- 
firm the election made prior to the notice and pay the fee set 
forth in § 1.17(s) for each independent and distinct invention 
claimed in the application in addition to the one invention 
which applicant previously elected, or (iii) file a petition under 
§ 1.129(b)(2) traversing the requirement without regard to 
whether the requirement has been made final. No petition fee 
is required. Section 1.129(b)(2) also provides that if the petition 
is filed in a timely manner, the original time period for electing 
and paying the fee set forth in § 1.17(s) will be deferred and 
any decision on the petition affirming or modifying the require- 
ment will set a new time period to elect the invention or inven- 
tions to be searched and examined and to pay the fee set forth 
in § 1.17(s) for each independent and distinct invention claimed 
in the application in excess of one which applicant elects. Under 
§ 1.129(b)(3), each additional invention for which the required 
fee set forth in § 1.17(s) has not been paid will be withdrawn 
from consideration under § 1.142(b). An applicant who desires 
examination of an invention so withdrawn from consideration 
can file a divisional application under 35 U.S.C. 121. 
Section 1.129(c) is being added to clarify that the provisions 
of §§ 1.129(a) and (b) are not applicable to any application 
filed after June 8, 1995. However, any application filed on 
June 8, 1995, would be subject to a 20-year patent term. 
Section 1.137 is being amended by revising paragraph (c) 
to eliminate, in all applications filed on or after June 8, 1995, 
except design applications, the requirement that a terminal 
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disclaimer accompany any petition under § 1.137(a) not filed 
within six (6) months of the date of the abandonment of the 
application. The language “filed before June 8, 1995” and “filed 
on or after June 8, 1995” as used in the amended rule, refer 
to the actual United States filing date, without reference to any 
claim for benefit under 35 U.S.C. 120, 121 or 365. 

Section 1.139 is being added to set forth the procedure for 
reviving a provisional application where the delay was unavoid- 
able or unintentional. Section 1.139(a) addresses the revival of 
a provisional application where the delay was unavoidable and 
§ 1.139(b) addresses the revival of a provisional application 
where the delay was unintentional. Applicant may petition to 
have an abandoned provisional application revived as a pending 
provisional application for a period of no longer than twelve 
months from the filing date of the provisional application where 
the delay was unavoidable or unintentional. It would be permis- 
sible to file a petition for revival later than twelve months from 
the filing date of the provisional application but only to revive 
the application for the twelve-month period following the filing 
of the provisional application. Thus, even if the petition were 
granted to reestablish the pendency up to the end of the twelve- 
month period, the provisional application would not be consid- 
ered pending after twelve months from its filing date. The 
requirements for reviving an abandoned provisional application 
set forth in § 1.139 parallel the existing requirements set forth 
in § 1.137. 

Sections 1.177, 1.312(b), 1.313(a), and 1.314 are being 
amended to replace the references to § 1.17(i)(1) with references 
to § 1.17(i) to be consistent with the change to § 1.17. 

Section 1.316(d) is being amended to eliminate, in all appli- 
cations filed on or after June 8, 1995, except design applications, 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.316(b) not filed within six (6) months of the 
date of the abandonment of the application. Acceptance of a late 
payment of an issue fee in a design application is specifically 
provided for in § 1.155. Therefore, § 1.316 does not apply to 
design applications. The language “filed before June 8, 1995” 
as used in the amended rule, refers to the actual United States 
filing date, without reference to any claim for benefit under 
35 U.S.C. 120, 121 or 365. 

Section 1.317(d) is being removed and reserved to eliminate 
the requirement that a terminal disclaimer accompany any peti- 
tion under § 1.317(b) not filed within six (6) months of the 
date of lapse of the patent. 

Section 1.666 is being amended to replace the reference to 
§ 1.17()(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 

Section 1.701 is being added to set forth the procedure the 
PTO will follow in calculating the length of any extension of 
patent term to which an applicant is entitled under 35 U.S.C. 
154(b) where the issuance of a patent on an application, other 
than for designs, filed on or after June 8, 1995, was delayed 
due to certain causes of prosecution delay. Applicants need not 
file a request for the extension of patent term under § 1.701. 
The extension of patent term is automatic by operation of law. 
It is currently anticipated that applicant will be advised as to 
the length of any patent term extension at the time of receiving 
the Notice of Allowance and Issue Fee Due. Review of the 
length of a patent term extension calculated by the PTO under 
§ 1.701 prior to the issuance of the patent would be by way 
of petition under § 1.181. If an error is noted after the patent 
issues, patentee and any third party may seek correction of the 
period of patent term granted by filing a request for Certificate 
of Correction pursuant to § 1.322. The PTO intends to identify 
the length of any patent term extension calculated under § 
1.701 on the printed patent. 

Section 1.701(a) is being added to identify those patents 
which are entitled to an extension of patent term under 35 
U.S.C. 154(b). 

Section 1.701(b) is being added to provide that the term of 
a patent entitled to extension under § 1.701(a) shall be extended 
for the sum of the periods of delay calculated under §§ 
1.701(c)(1), (c)(2), (c)(3) and (d), to the extent that those periods 
are not overlapping, up to a maximum of five years. The section 
also provides that the extension will run from the expiration 
date of the patent. 

Section 1.701(c)(1) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of an interference proceeding under 35 U.S.C. 135(a). The 
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period of delay with respect to each interference in which the 
application was involved is calculated under § 1.701(c)(1)(i) 
to include the number of days in the period beginning on the 
date the interference was declared or redeclared to involve the 
application in the interference and ending on the date that the 
interference was terminated with respect to the application. An 
interference is considered terminated as of the date the time 
for filing an appeal under 35 U.S.C. 141 or civil action under 
35 U.S.C. 146 expired. If an appeal under 35 U.S.C. 141 is 
taken to the Court of Appeals for the Federal Circuit, the 
interference terminates on the date of receipt of the court’s 
mandate by the PTO. If a civil action is filed under 35 U.S.C. 
146, and the decision of the district court is not appealed, the 
interference terminates on the date the time for filing an appeal 
from the court’s decision expires. See section 2361 of the 
MPEP. The period of delay with respect to an application 
suspended by the PTO due to interference proceedings under 
35 U.S.C. 135(a) not involving the application is calculated 
under § 1.701(c)(1)(ii) to include the number of days in the 
period beginning on the date prosecution in the application is 
suspended due to interference proceedings not involving the 
application and ending on the date of the termination of the 
suspension. The period of delay under § 1.701(a)(1) is the sum 
of the periods calculated under §§ 1.701(c)(1)(i) and (c)(1)(ii), 
to the extent that the periods are not overlapping. 

Section 1.701(c)(2) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of the application being placed under a secrecy order. 

Section 1.701(c)(3) is being added to set forth the method 
for calculating the period of delay where the delay was a result 
of appellate review. The period of delay is calculated under § 
1.701(c)(3) to include the number of days in the period begin- 
ning on the date on which an appeal to the Board of Patent 
Appeals and Interferences was filed under 35 U.S.C. 134 and 
ending on the date of a final decision in favor of the applicant 
by the Board of Patent Appeals and Interferences or by a Federal 
court in an appeal under 35 U.S.C. 141 or a civil action under 
35 U.S.C. 145. 

Section 1.701(d) is being added to set forth the method 


for calculating any reduction in the period calculated under § 


1.701(c)(3). As required by 35 U.S.C. 154(b)(3)(B), § 
1.701(d)(1) provides that the period of delay calculated under 
§ 1.701(c)(3) shall be reduced by any time during the period 
of appellate review that occurred before three years from the 
filing date of the first national application for patent presented 
for examination. The “filing date” for the purpose of § 
1.701(d)(1) would be the earliest effective U.S. filing date, but 
not including the filing date of a provisional application or 
the international filing date of a PCT application. For PCT 
applications entering the national stage, the PTO will consider 
the “filing date” for the purpose of § 1.701(d)(1) to be the date 
on which applicant has complied with the requirements of § 
1.494(b), or § 1.495(b), if applicable. 

As contained in Public Law 103-465, 35 U.S.C. 154(b)(3)(C) 
states that the period of extension referred to in 35 U.S.C. 
154(b)(2) “shall be reduced for the period of time during which 
the applicant for patent did not act with due diligence, as 
determined by the Commissioner.” Section 1.701(d)(2) is being 
added to provide that the period of delay calculated under § 
1.701(c)(3) shall be reduced by any time during the period of 
appellate review, as determined by the Commissioner, during 
which the applicant for patent did not act with due diligence. 
Section 1.701(d)(2) also provides that in determining the due 
diligence of an applicant, the Commissioner may examine the 
facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. Acts which the Commis- 
sioner considers to constitute prima facie evidence of lack of 
due diligence under § 1.701(d)(2) are suspension at applicant’s 
request under § 1.103(a) during the period of appellate review 
and abandonment during the period of appellate review. 

Section 3.21 is being amended to provide that an assignment 
relating to a national patent application must identify the 
national patent application by the application number (con- 
sisting of the series code and the serial number, e.g., 07/ 
123,456) and to eliminate the use of serial number and filing 
date as an identifier for national patent applications in assign- 


OFFICIAL GAZETTE 


Marcu 21, 2000 


ment documents. This change is intended to eliminate any 
confusion as to whether an application identified by its serial 
number and filing date in an assignment document is an applica- 
tion filed under § 1.53(b)(1), 1.60 or 1.62 or a design application 
or a provisional application since there is a different series 
code assigned to each of these types of applications. 

Section 3.21 is also being amended to provide that if an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 

Further, § 3.21 is being amended to provide that if an assign- 
ment of a provisional application is executed before the provi- 
sional application is filed, it must identify the provisional 
application by name of each inventor and title of the invention 
so that there can be no mistake as to the provisional application 
intended. 

Section 3.81 is being amended to replace the reference to § 
1.17(i)(1) with a reference to § 1.17(i) to be consistent with 
the change to § 1.17. 


Responses to and Analysis of Comments: Forty-nine written 
comments were received in response to the Notice of Proposed 
Rulemaking. These comments, along with those made at the 
public hearing, have been analyzed. Some suggestions made 
in the comments have been adopted and others have not been 
adopted. Responses to the comments follow: 


General Comments 


1. Comment: One comment questioned the use of the word 
“proposed” in the notice of proposed rulemaking in describing 
the statutory amendments contained in Public Law 103-465. 
Response: The statutory changes contained in Public Law 103- 
465 were described as “proposed” changes in the Notice of 
Proposed Rulemaking because the President had not signed the 
legislation at the time the notice was prepared for publication. 
In fact, the legislation was signed by the President on December 
8, 1994, which is the date of enactment. 

2. Comment: Several comments urged the PTO to favorably 
consider the 17/20 patent term specified in H.R. 359 since this 
proposed legislation would overcome the existing impact of 
extended PTO prosecution and eliminate patent term extensions 
for prosecution delays. Furthermore, the proposed legislation 
is consistent with the Uruguay Round Agreements Act, Public 
Law 103-465. 

Response: The administration and the PTO strongly believe 
that the 20-year patent term as enacted in Public Law 103-465 
is the appropriate way to implement the 20-year patent term 
required by the GATT Uruguay Round Agreements Act. The 
PTO will take steps to ensure that processing and examination 
of applications are handled expeditiously. 

3. Comment: One comment stated that the proposed rules are 
premature in view of the Rohrabacher bill, H.R. 359. 
Response: The proposed rules are not premature. Public Law 
103-465 was signed into law on December 8, 1994, with an 
effective date of June 8, 1995, for the implementation of the 
20-year patent term and provisional applications. The Commis- 
sioner must promulgate regulations to implement the changes 
required by Public Law 103-465. 

4. Comment: One comment stated that there is nothing in the 
TRIPs agreement that requires the term to be measured from 
filing, nor that provisional applications be provided for, nor 
that new fees of $730 as set forth in §§ 1.17(r) and (s) be 
established. It is suggested that 35 U.S.C. 154 be amended to 
provide that “every patent (other than a design patent) shail be 
granted a term of twenty years from the patent issue date, subject 
to the payment of maintenance fees.” It was also suggested that 
the section regarding maintenance fees be amended to add a 
new fee payable at 16.5 years of $5000 (for large entity)/$2500 
(for small entity) for maintenance of patent between 17 and 
20 years. 

Response: The suggestion has not been adopted. The adminis- 
tration and the PTO strongly believe that the 20-year patent 
term as enacted in Public Law 103-465 is the appropriate way 
to implement the 20-year patent term required by the GATT 
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Uruguay Round Agreements Act. The establishment of a provi- 
sional application is not required by GATT. The provisional 
application has been adopted as a mechanism to provide easy 
and inexpensive entry into the patent system. The filing of 
provisional applications is optional. Provisional applications 
will place domestic applicants on an equal footing with foreign 
applicants as far as the measurement of term is concerned 
because the domestic priority period, like the foreign priority 
period, is not counted in determining the endpoint of the patent 
term. As to the §§ 1.17(r) and (s) fees, the statute authorizes the 
Commissioner to establish appropriate fees for further limited 
reexamination of applications and for examination of more than 
one independent and distinct inventions in an application. 

5. Comment: One comment suggested that the 20-year patent 
term of claims drawn to new matter in continuation-in-part 
(CIP) applications be measured from the filing date of the CIP 
application, irrespective of any reference to a parent application 
under 35 U.S.C. 120. 

Response: The suggestion has not been adopted. The term of 
a patent is not based on a claim-by-claim approach. Under 35 
U.S.C. 154(a)(2), if an application claims the benefit of the 
filing date of an earlier filed application under 35 U.S.C. 120, 
121 or 365(a), the 20-year term of that application will be 
based upon the filing date of the earliest U.S. application that 
the application makes reference to under 35 U.S.C. 120, 121 
or 365(a). For a CIP application, applicant should review 
whether any claim in the patent that will issue is supported in 
an earlier application. If not, applicant should consider can- 
celing the reference to the earlier filed application. 

6. Comment: One comment objected to the 20-year term provis- 
ions of Public Law 103-465 because it was believed that pay- 
ment of maintenance fees would be required earlier under 20- 
year term than under 17-year term. 

Response: The payment of maintenance fees are not due earlier 
under 20-year term than under 17-year term. Maintenance fees 
continue to be due at 3.5, 7.5 and 11.5 years from the issue 
date of the patent. 

7. Comment: Several comments suggested that the expiration 
date be printed on the face of the patent. 

Response: The suggestion has not been adopted. The expiration 
date will not be printed on the face of the patent. The PTO 
will publish any patent term extension that is granted as a result 
of administrative delay pursuant to § 1.701 on the face of the 
patent. The term of a patent will be readily discernible from 
the face of the patent. Furthermore, it is noted that the term 
of a patent is dependent on the timely payment of maintenance 
fees which is not printed on the face of the patent. 

8. Comment: One comment suggested that in order to aid the 
bar in advising clients as to whether a provisional application 
has had its priority claimed in a patent, the PTO should 
somehow link the provisional application number with the com- 
plete application number and/or the patent number. 
Response: \t is contemplated by the PTO that all provisional 
applications will be given application numbers, starting with 
a series code “60” followed by a six digit number, e.g., “60/ 
123,456.” If a subsequent 35 U.S.C. 111(a) application claims 
the benefit of the filing date of the provisional application 
pursuant to 35 U.S.C. 119(e) and the 35 U.S.C. 111(a) applica- 
tion results in a patent, the provisional application would be 
listed by its application number and filing date on the face of 
the patent under the heading “Related U.S. Application Data.” 
The public will be able to identify an application under the 
above-noted heading as a provisional application by checking 
to see if it has a series code of “60.” 

9. Comment: Several comments suggested that the PTO con- 
sider modifying the rules to permit the filing of all applications 
by assignees. This would promote harmonization with other 
patent laws throughout the world and would eliminate one of 
the difficulties which will occur for the PTO in considering 
claims for priority based on the filing of a provisional applica- 
tion. ; 

Response. Assignee filing was recommended in the 1992 Advi- 
sory Commission Report on Patent Law Reform. The PTO is 
currently undertaking a project to reengineer the entire patent 
process. The suggestion will be taken under advisement in that 
project. 

10. Comment: Several comments stated that a complete provi- 
sional application should not be forwarded to a central reposi- 
tory for storage. 
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Response: In view of the relatively small filing fee for a provi- 
sional application and the fact that the provisional application 
will not be examined, PTO handling must be kept to a minimum 
and these provisional applications, once complete, will be sent 
to the Files Repository for storage rather than being kept in 
the examination area of the PTO. 

11. Comment: One comment suggested that the provisional 
application be maintained with the 35 U.S.C. 111(a) application 
because the examiner may need it to determine whether the 
35 U.S.C. 111(a) application is entitled to the benefit of the 
prior provisional application and in the event of 18-month 
publication, there will be a demand for accessibility by the 
public to the provisional and 35 U.S.C. 111(a) applications 
upon publication. 

Response: The suggestion has not been adopted. Benefit of the 
same provisional application may be claimed in a number of 
35 U.S.C. 111(a) applications. If the PTO is to maintain the 
provisional application file with one of several 35 U.S.C. 111(a) 
applications claiming beuefit of the provisional application and 
the 35 U.S.C. 111(a) application containing the provisional 
application file were to go abandoned while one of the other 
35 U.S.C. 111(a) applications issues, the public would be enti- 
tled to inspect the provisional application file but not the aban- 
doned 35 U.S.C. 111(a) application file containing the 
provisional application file. This would create access problems. 
12. Comment: One comment suggested that provisional applica- 
tions be available in full to the public if the benefit of priority 
is being claimed. 

Response: Section 1.14 relating to access applies to all applica- 
tions including provisional applications. If the benefit of a 
provisional application is claimed in a later filed 35 U.S.C. 
111(a) application which resulted in a patent, then access to 
the provisional application will be available to the public pur- 
suant to § 1.14. The mere fact that a provisional application 
is claimed in a later filed 35 U.S.C. 111(a) application does 
not give the public access to the provisional application unless 
the 35 U.S.C. 111(a) application issues as a patent. 

13. Comment: Several comments requested that the PTO clarify 
whether a 35 U.S.C. 111(a) application will be accorded an 
effective date as a reference under 35 U.S.C. 102(e) as of the 
filing date of the provisional application for which benefit under 
35 U.S.C. 119(e) is claimed. If so, the comment questioned 
whether pending applications will be rejected under 35 U.S.C. 
102(e) on the basis that an invention was described in a patent 
granted on a provisional application by another filed in the 
U.S. before the invention thereof by the applicant for patent. 
Response: If a patent is granted on a 35 U.S.C. 111(a) applica- 
tion claiming the benefit of the filing date of a provisional 
application, the filing date of the provisional application will 
be the 35 U.S.C. 102(e) prior art date. A pending application 
will be rejected under 35 U.S.C. 102(e) on the basis that an 
invention was described in a patent granted on a 35 U.S.C. 
111(a) application which claimed the benefit of the filing date 
of a provisional application by another filed in the U.S. before 
the invention thereof by the applicant for patent. 

14. Comment: One comment suggested that the PTO issue a 
final rule stating that if a 35 U.S.C. 111(a) application claims 
the benefit of the filing date of a provisional application, the 
“inventive entity” for the purposes of 35 U.S.C. 102(e) will 
be the inventors listed on the issued patent, and the list of 
inventors in the provisional application shall have no effect on 
the identity of an “inventive entity” for the purposes of 35 
U.S.C. 102(e). 

Response: The suggestion has not been adopted. The “inventive 
entity” for the purpose of 35 U.S.C. 102(e) is determined by 
the patent and not by the inventors named in the provisional 
application. As long as the requirements of 35 U.S.C. 119(e) 
are satisfied, a patent granted on a 35 U.S.C. 111(a) application 
which claimed the benefit of the filing date of a provisional 
application has a 35 U.S.C. 102(e) prior art effect as of the 
filing date of the provisional application based on the inventive 
entity of the patent. It is clear from 35 U.S.C. 102(e) that the 
inventive entity is determined by the patent and a rule to this 
effect is not necessary. 

15. Comment: One comment requested the PTO to express its 
position as to whether the filing of a provisional application 
with the subsequent filing of a 35 U.S.C. 111(a) application 
claiming benefit of the provisional application under 35 U.S.C. 
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119(e) creates a prior art date against other patent applicants 
under 35 U.S.C. 102(g). 

Response: As to 35 U.S.C. 102(g), the filing of a provisional 
application with the subsequent filing of a 35 U.S.C. 111(a) 
application claiming benefit of the provisional application under 
35 U.S.C. 119(e) creates a prior art date under 35 U.S.C. 102(g) 
as of the filing date of the provisional application. 

16. Comment: One comment suggested that in view of the 20- 
year patent term measured from filing, § 1.103(a) should be 
deleted. The PTO should not have the right to suspend action 
on any application, thereby reducing applicant’s term of protec- 
tion. 

Response: Section 1.103(a) refers to suspension of action as a 
result of a request by applicant. If applicant wishes to suspend 
prosecution and thereby reduce his/her term of protection, appli- 
cant should be permitted to do so. 

17. Comment: One comment suggested that in order to avoid 
delays resulting from consideration of petitions to withdraw 
premature notices of abandonment, examiners should be 
required to contact an attorney of record prior to abandoning 
the application to find out if a response to an Office communica- 
tion has been filed. 

Response: The suggestion has not been adopted. However, in 
order to avoid loss of patent term, applicants are encouraged 
to check on the status in cases where applicants have not 
received a return postcard from the PTO within two (2) weeks 
of the filing of any response to a PTO action. 

18. Comment: One comment asked whether there is a “cut- 
off” date after which patentees may lose the opportunity to 
choose 17 vs. 20-year patent term. 

Response: The “cut-off” date is June 8, 1995. A patent that is 
in force on June 8, 1995, or a patent that issues after June 8, 
1995, on an application filed before June 8, 1995, is automati- 
cally entitled to the longer of the 20-year patent term measured 
from the earliest U.S. effective filing date or 17 years from 
grant. This is automatic by operation of law. Patentees need 
not make any election to be entitled to the longer term. A 
patent that issues on an application filed on or after June 8, 
1995 is entitled to a 20-year patent term measured from the 
earliest U.S. effective filing date. 

19. Comment: One comment stated that there is no clear guid- 
ance as to a patentee’s “bonus rights” that may arise because 
of the difference in a 17-year term vs. a 20-year term. Will 
parties that were previously in a licensing arrangement have 
to renegotiate terms for the bonus patent term? 

Response: Section 154(c) of title 35, United States Code, states 
that the remedies of sections 283 (injunction), 284 (damages) 
and 285 (attorney fees) shall not apply to acts which were 
commenced or for which substantial investment was made 
before June 8, 1995, and became infringing by reason of the 
17/20 year term and that these acts may be continued only 
upon the payment of an equitable remuneration to the patentee 
that is determined in an action brought under chapters 28 and 
29 of Title 35. There is no guidance provided in the statute 
as to the meaning of “substantial investment” and “equitable 
remuneration.” Licensing arrangements are between the parties 
to the agreement and are determined by the terms of the agree- 
ment and state law and are outside the jurisdiction of the PTO. 
20. Comment: One comment questioned whether an interna- 
tional application designating the U.S. filed before June 8, 
1995, with entry into the U.S. national stage on or after June 
8, 1995, preserves the 17-year patent term measured from grant. 
Response: An international application designating the U.S. 
that is filed before June 8, 1995, with entry into the U.S. 
national stage under 35 U.S.C. 371 on or after June 8, 1995, 
preserves the option for a 17-year patent term measured from 
date of grant. 

21. Comment: One comment suggested that 35 U.S.C. 371(c) 
be amended because a declaration should not be required to 
obtain a filing date and a prior art date under 35 U.S.C. 102(e). 
Response: The suggestion has not been adopted. This issue 
was not addressed in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as 
part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. 

22. Comment: One comment suggested that §§ 1.604, 1.605 
and 1.607 be amended to state that provisional applications are 
not subject to interference. 
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Response: The suggestion has not been adopted because it 
is unnecessary. By statute, 35 U.S.C. 111(b)(8), provisional 
applications are not subject to 35 U.S.C. 135, i.e., a provisional 
application will not be placed in interference. 

23. Comment: One comment suggested that §§ 1.821-1.825 be 
amended so that (1) only unbranched sequences of ten or more 
amino acids and twenty or more nucleotides which are claimed 
have to be included in Sequence Listings, (2) previously pub- 
lished sequences can be omitted, and (3) the sequences of 
primers and oligonucleotide probes should not be included 
in a Sequence Listing if encompassed by another disclosed 
sequence. 

Response: The suggestion has not been adopted. There was no 
change proposed to §§ 1.821-1.825 in the Notice of Proposed 
Rulemaking. However, the suggestion will be taken under 
advisement as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 

24. Comment: One comment suggested that §§ 5.11 to 5.15 
be amended to provide for the grant of a foreign license for a 
provisional application. 

Response: The suggestion has not been adopted. The present 
language of §§ 5.11 to 5.15 already provides for the grant of 
a foreign license for a provisional application. 

25. Comment: One comment suggested that in order to assist 
defense agencies in reviewing application for secrecy orders, 
PTO should (1) automatically impose a secrecy order on any 
application filed under 35 U.S.C. 111(a) if a secrecy order was 
previously imposed on corresponding provisional application, 
and (2) require applications filed under 35 U.S.C. 111(a) based 
on a previous provisional application to indicate changes made 
to the provisional application in the 35 U.S.C. 111(a) applica- 
tion by means of underlining and bracketing. 

Response: The suggestions have not been adopted. The PTO 
cannot automatically impose a secrecy order on any 35 U.S.C. 
111(a) applications even if a secrecy order was previously 
imposed on a provisional application, for which benefit under 
35 U.S.C. 119(e) is claimed, unless the agency which imposed 
the secrecy order on the provisional application specifically 
requests the PTO to do so since the 35 U.S.C. 111(a) application 
could disclose subject matter which is different from that which 
is disclosed in the provisional application. 

As to item (2), the PTO will not require applicants to identify 
the differences in subject matter disclosed in the 35 U.S.C. 
111(a) application and the provisional application. 

26. Comment: One comment suggested that in order to relieve 
defense agencies from possible liability for secrecy orders 
imposed for more than 5 years, the PTO should seek legislation 
setting patent term at 20 years from the earliest filing date or 
17 years from the issue date, whichever is longer, for any patent 
application placed under secrecy order. 

Response: The suggestion has not been adopted. The PTO 
strongly believes that the 20-year patent term as enacted in 
Public Law 103-465 is the appropriate way to implement the 
20-year patent term required by the GATT Uruguay Round 
Agreements Act. The 5-year limit for patent term extension 
set forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 


Comments Directed To Specific Rules 


27. Comment: One comment suggested that in order to eliminate 
the need for the expression “other than a provisional applica- 
tion” in other parts of the regulations, § 1.9 should be amended 
to identify a 35 U.S.C. 111(a) application by some term that 
can be used in the rules to distinguish that type of application 
from a provisional application. 

Response: The suggestion has been adopted. The rules are being 
amended to include a definition of the term “nonprovisional 
application” in § 1.9(a) to describe an application filed under 
35 U.S.C. 111(a) or 371. Further, the term “nonprovisional 
application” is being used in the final rules where the rule 
applies only to applications filed under 35 U.S.C. 111(a) or 
371 and not to provisional applications. 

28. Comment: One comment suggested that the rules be simpli- 
fied if a “national application” could be defined in § 1.9 to 
exclude a provisional application. 

Response: The suggestion has not been adopted. Section 1.9(a), 
prior to this rulemaking, defined a national application to 
include any application filed under 35 U.S.C. 111. A provisional 
application is an application filed under 35 U.S.C. 111. It is 
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appropriate to define a provisional application as a special type 
of national application. 

29. Comment: One comment requested an explanation of the 
showing required in a petition under §§ 1.12 and 1.14 for access 
to pending applications and to assignment records for pending 
applications. 

Response: There was no substantive change proposed to either 
§ 1.12 or 1.14 in the Notice of Proposed Rulemaking. Thus, 
the showing required in a petition under § 1.12 or 1.14 remains 
the same after this final rulemaking as before. A discussion of 
such a petition can be found in section 103 of the MPEP. 
30. Comment: Several comments objected to the definition in 
§ 1.45(c) of joint inventors in provisional applications as being 
those having made a contribution to “the subject matter dis- 
closed” in the provisional application. Various language, such 
as, “the subject matter which constitutes the invention,” “subject 
matter disclosed and regarded to be the invention,” “disclosed 
invention,” “the inventive subject matter disclosed” was sug- 
gested. Another comment requested guidance as to the determi- 
nation of inventorship in a provisional application. 
Response: The suggestion has not been adopted. The term 
“invention” is typically used to refer to subject matter which 
applicant is claiming in his/her application. Since claims are 
not required in a provisional application, it would not be appro- 
priate to reference joint inventors as those who have made a 
contribution to the “invention” disclosed in the provisional 
application. If the “invention” has not been determined in the 
provisional application because no claims have been presented, 
then the name(s) of those person(s) who have made a contribu- 
tion to the subject matter disclosed in the provisional application 
should be submitted. Section 1.45(c) states that “if multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application.” 
All that § 1.45(c) requires is that if someone is named as an 
inventor, that person must have made a contribution to the 
subject matter disclosed in the provisional application. When 
applicant has determined what the invention is by the filing of 
the 35 U.S.C. 111(a) application, that is the time when the 
correct inventors must be named. The 35 U.S.C. 111(a) applica- 
tion must have an inventor in common with the provisional 
application in order for the 35 U.S.C. 111(a) application to be 
entitled to claim the benefit of the provisional application under 
35 U.S.C. 119(e). 

31. Comment: Several comments suggested that it might be 
desirable to correct inventorship in a provisional application 
where an individual was erroneously named as an inventor and 
that the procedure for doing so should be set forth in § 1.48. 
Response: Under 35 U.S.C. 119(e), as contained in Public Law 
103-465, a later filed application under 35 U.S.C. 111(a) may 
claim priority benefits based on a copending provisional appli- 
cation so long as the applications have at least one inventor in 
common. An error in naming a person as an inventor in a 
provisional application would not require correction by deleting 
the erroneously named inventor from the provisional applica- 
tion since this would have no effect upon the ability of the 
provisional application to serve as a basis for a priority claim 
under 35 U.S.C. 119(e). However, in response to the comments, 
§ 1.48 is being amended to include a new paragraph (e) which 
sets forth the requirements for deleting the names of the inven- 
tors incorrectly named as joint inventors in a provisional appli- 
cation, namely, a petition including a verified statement by the 
inventor(s) whose name(s) are being deleted stating that the 
error arose without deceptive intent, the fee set forth in § 1.17(q) 
and the written consent of all assignees. 

32. Comment: One comment suggested that in order to make 
the procedures for provisional applications as simple as pos- 
sible, there is no need to provide any rules to add inventor(s) 
or change inventorship in a provisional application since the 
whole concept of inventorship is meaningless without a claim. 
Error in inventorship can be corrected by the filing of a 35 
U.S.C. 111(a) application within 12 months after the filing of 
a provisional application. 

Response: The suggestion has not been adopted. One of the 
requirements of 35 U.S.C. 119(e) is that a 35 U.S.C. 111(a) 
application must have at least one inventor in common with 
a provisional application in order for the 35 U.S.C. 111(a) 
application to be entitled to claim the benefit of the filing date 
of the provisional application. In situations where there is no 
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inventor in common between the 35 U.S.C. 111(a) application 
and the provisional application due to error in naming the 
inventors in the provisional application, procedures must be 
established to permit applicant to correct the inventorship in 
the provisional application. 

33. Comment: One comment suggested that an individual who 
is the inventor of subject matter disclosed in a provisional 
application, but who is not named as an inventor in the provi- 
sional application because that subject matter was not intended 
to be claimed in a later filed 35 U.S.C. 111(a) application, 
could be added as an inventor pursuant to § 1.48(d) in the 
provisional application if the subject matter was later claimed 
in the 35 U.S.C. 111(a) application. 

Response: The individual could be added as an inventor pur- 
suant to § 1.48(d) in the provisional application so long as the 
individual was originally omitted without deceptive intent. 
34. Comment: One comment questioned whether it would be 
proper for a registered practitioner who did not file the provi- 
sional application to sign the statement required by § 1.48(d) 
that the error occurred without deceptive intention on the part 
of the inventors. 

Response: \t would be proper for a registered practitioner who 
did not file the provisional application to sign the statement 
required by § 1.48(d), if the registered practitioner has a reason- 
able basis to believe the truth of the statement being signed. 
35. Comment: One comment suggested that there should be 
no diligence requirement to correct inventorship in a provisional 
application. 

Response: Diligence is not a requirement to correct inventorship 
in a provisional application in either § 1.48(d) or 1.48(e). 
36. Comment: One comment suggested that § 1.48(a) be 
amended by deleting the requirements for “a statement of facts 
verified by the original named inventor or inventors establishing 
when the error without deceptive intention was discovered and 
how it occurred” and for the written consent of any assignee. 
Response: The suggestion has not been adopted. There was no 
substantive change proposed to § 1.48(a) in the Notice of 
Proposed Rulemaking. Since the correction of inventorship 
affects ownership rights, the existing rules are designed to 
provide assurances that all parties including the original named 
inventors and all assignees agree to the change of inventorship. 
If the requirements for verified statements of facts from the 
original named inventors and written consent of the assignees 
are to be deleted, the PTO would no longer have the assurances 
that all parties agree to the change. 

37. Comment: One comment expressed concern that a provi- 
sional application filed without a claim will leave subsequent 
readers with little or no clue as to what the inventors in the 
provisional application considered to be their invention at the 
time the provisional application was filed and doubted that 
a provisional application filed without a claim defining the 
invention could ever provide a sufficient disclosure to support 
a claim for a foreign or U.S. priority date. 

Response: Claims are not required by the statute to provide a 
specification in compliance with the requirements of 35 U.S.C. 
112, first paragraph. However, if an applicant desires, one or 
more claims may be included in a provisional application. Any 
claim filed with a provisional application will, of course, be 
considered a part of the original provisional application disclo- 
sure. 

38. Comment: One comment suggested that the PTO issue a 
specification format or guideline for a provisional application 
to enable an inventor to comply with 35 U.S.C. 112, first 
paragraph. 

Response: The format of a provisional application is the same 
as for other applications and is set forth in existing § 1.77 
which is applicable to provisional applications except no claims 
are required for provisional applications. 

39. Comment: Several comments suggested that the PTO revise 
its rules to clarify that strict adherence to the enablement, 
description and best mode requirements of 35 U.S.C. 112, first 
paragraph, is not required in provisional applications. 
Response: The suggestion has not been adopted. The substan- 
tive requirements of a specification necessary to comply with 
35 U.S.C. 112, first paragraph, are established by court cases 
interpreting that section of the statute, not by rule. The case 
law applies to provisional applications as well as to applications 
filed under 35 U.S.C. 111(a). 
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40. Comment: Several comments suggested that the rules or 
comments published with the Final Rule indicate whether there 
is any requirement to update the best mode disclosed in the 
provisional application when filing the 35 U.S.C. 111(a) appli- 
cation. 

Response: No rule was proposed to address the issue when 
going from a provisional application to a 35 U.S.C. 111(a) 
application because no current rule exists when going from 
one 35 U.S.C. 111(a) application to another 35 U.S.C. 111(a) 
application. The question of whether the best mode has to be 
updated is the same when going from one 35 U.S.C. 111(a) 
application to another 35 U.S.C. 111(a) application or from 
a provisional application to a 35 U.S.C. 111(a) application. 
Accordingly, the rationale of Transco Products, Inc. v. Perfor- 
mance Contracting, Inc., 38 F.3d 551, 32 U.S.P.Q.2d 1077 
(Fed. Cir. 1994), would appear to be applicable. Clearly, if the 
substantive content of the application does not change when 
filing the 35 U.S.C. 111(a) application, there is no requirement 
to update the best mode. However, if subject matter is added 
to the 35 U.S.C. 111(a) application, there may be a requirement 
to update the best mode. 

41. Comment: One comment suggested that § 1.51(c) be 
amended to permit a provisional application to be filed with 
an authorization to charge fees to a deposit account. 
Response: Section 1.51(c) permits an application to be filed 
with an authorization to charge fees to a deposit account. Sec- 
tion 1.51(c) applies to provisional applications. Therefore, no 
change to § 1.51(c) is necessary. 

42. Comment: One comment suggested that the PTO confirm 
that there will be no procedural examination of a provisional 
application other than to determine whether the provisional 
application complies with § 1.51(a)(2). 

Response: The PTO intends to require compliance with the 
formal requirements of §§ 1.52(a)-(c) only to the extent neces- 
sary to permit the PTO to properly microfilm and store the 
application papers. 

43. Comment: Several comments suggested that an English 
translation of a foreign language provisional application should 
not be required unless necessary in prosecution of the 35 U.S.C. 
111(a) application to establish benefit. If an English translation 
is required, there is no useful purpose to require the translation 
at any time earlier than the filing of 35 U.S.C. 111(a) application 
claiming the benefit of the provisional application. 
Response: Provisional applications may be filed in a language 
other than English as set forth in existing § 1.52(d). However, an 
English language translation is necessary for security screeuing 
purposes. Therefore, the PTO will require the English language 
translation and payment of the fee required in § 1.52(d) in the 
provisional application. Failure to timely submit the translation 
in response to a PTO requirement will result in the abandonment 
of the provisional application. If a 35 U.S.C. 111(a) application 
is filed without providing the English language translation in 
the provisional application, the English language translation 
will be required to be supplied in every 35 U.S.C. 111(a) 
application claiming priority of the non-English language provi- 
sional application. 

44. Comment: One comment suggested that a new model oath 
or declaration form for use in claiming 35 U.S.C. 119(e) priority 
and a “cover sheet” for use in filing provisional applications 
be published as an addendum to the final rules. 

Response: The suggestion has been adopted. See Appendix A 
for the sample cover sheet for filing a provisional application 
and Appendix B for the sample declaration for use in claiming 
35 U.S.C. 119(e) priority. 

45. Comment: One comment suggested that the statement in 
§ 1.53(b)(2) that the provisional application will not be given 
a filing date if all the names of the actual inventor or inventor(s) 
are not supplied be deleted and § 1.41 be amended to make an 
exception for provisional applications. The comment suggested 
that 35 U.S.C. 111(b) is satisfied as long as the name of one 
person who made an inventive contribution to the subject matter 
of the application is given. 

Response: The suggestion has not been adopted. Section 111(b) 
of title 35, United States Code, states that “a provisional applica- 
tion shall be made or authorized to be made by the inventor.” 
This language parallels 35 U.S.C. 111(a). The naming of inven- 
tors for obtaining a filing date for a provisional application is 
the same as for other applications. A provisional application 
filed with the inventors identified as “Jones et al.” will not be 
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accorded a filing date earlier than the date upon which the 
name of each inventor is supplied unless a petition with the 
fee set forth in § 1.17(i) is filed which sets forth the reasons the 
delay in supplying the names should be excused. Administrative 
oversight is an acceptable reason. It should be noted that for 
a 35 U.S.C. 111(a) application to be entitled to claim the benefit 
of the filing date of a provisional application, the 35 U.S.C. 
111(a) application must have at least one inventor in common 
with the provisional application. 

46. Comment: One comment suggested that a drawing should 
not be required to obtain a filing date for a provisional applica- 
tion. Whatever is filed should be given a serial number and filing 
date in order to establish status as a provisional application, 
regardless of what is in the specification or drawing. If the 
provisional application omitted drawings, has pages missing, 
or is otherwise incomplete, then applicant may not be able 
to rely on the filing date of the provisional application in a 
subsequently filed 35 U.S.C. 111(a) application. It should not 
be the job of the Application Branch to review compliance 
with § 1.81(a). 

Response: Section 111(b) of title 35, United States Code, states 
that a provisional application must include a specification as 
prescribed by 35 U.S.C. 112, first paragraph and a drawing as 
prescribed by 35 U.S.C. 113. Drawings are required pursuant 
to 35 U.S.C. 113 if they are necessary to understand the subject 
matter sought to be patented. If a provisional application as 
filed omitted drawings and/or has pages missing, ihe provisional 
application is prima facie incomplete and no filing date will 
be granted. Application Branch currently reviews all applica- 
tions to make sure that no filing date will be granted to an 
application that is prima facie incomplete. Application Branch 
will perform the same type of review with provisional applica- 
tions. If a filing date is not granted to a provisional application 
because it is prima facie incomplete, applicant may petition 
the PTO under § 1.182 to grant a filing date to the provisional 
application as of the date of deposit of the application papers 
if it can be shown that the omitted items are not necessary for 
the understanding of the subject matter. 

47. Comment: One comment objected to the requirement in § 
1.53(b)(2)(i) for a cover sheet identifying the application as a 
provisional application because it is unnecessarily rigid and 
contrary to Congress’ desire to keep the filing of provisional 
application as simple as possible. 

Response: The requirement that a provisional application be 
specifically identified on filing as a provisional application is 
not seen to be burdensome on the applicant and is necessary 
for the PTO to properly process the papers as a provisional 
application. All an applicant is required to do in order to comply 
with the requirement of § 1.53(b)(2)(i) is to include a transmittal 
sheet identifying the papers being filed as a PROVISIONAL 
application. 

48. Comment: Several comments suggested that in § 
1.53(b)(2)(ii), as proposed, the phrase “the expiration of 12 
months after the filing date of the provisional application” 
should read “the expiration of 12 months after the filing date 
of the § 1.53(b)(1) application”. 

Response: The suggestion has been adopted. 

49. Comment: One comment objected to the requirement in § 
1.53(b)(2)(ii) for a petition to convert an application filed under 
§ 1.53(b)(1) to a provisional application and suggested that any 
confusion concerning applicant’s intention could be handled 
informally without a petition or petition fee. 

Response: The requirement for a petition and fee is intended 
to ensure that the cost of any PTO reprocessing is borne specifi- 
cally by the applicant requesting the action. 

50. Comment: Several comments suggested that the filing fee 
required in an application filed under 35 U.S.C. 111(a) claiming 
benefit of the filing date of an earlier 35 U.S.C. 111(a) applica- 
tion which has been converted to a provisional application 
under proposed § 1.53(b)(2)(ii) be reduced, since the $730/ 
$365 filing fee was paid in the earlier application. 

Response: The suggestion has not been adopted. The filing fee 
required in an application filed under 35 U.S.C. 111(a) is set 
by statute. The statute does not provide for the suggested reduc- 
tion in the filing fee. 

51. Comment: One comment suggested that proposed § 
1.53(b)(2)(iii) should apply retroactively to permit applications 
filed between June 9, 1994, and June 8, 1995, to be converted 
to provisional applications. 
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Response: The suggestion has not been adopted. The statute 
does not permit a provisional application to have a filing date 
prior to June 8, 1995. 

52. Comment: One comment suggested that § 1.53(b)(2)(ii) be 
revised to state that the petition requesting conversion must 
also be filed before (1) the application becomes involved in 
interference, or (2) notice by the PTO of intent to publish the 
application as a statutory invention registration. This suggestion 
conforms with 35 U.S.C. 111(b)(8). 

Response: The suggestion has not been fully adopted. It is not 
necessary to include interference in § 1.53(b)(2)(ii) because if 
a 35 U.S.C. 111(a) application becomes involved in an interfer- 
ence proceeding and applicant files a petition requesting conver- 
sion of that 35 U.S.C. 111(a) application to a provisional 
application, the 35 U.S.C. 111(a) will be removed from the 
interference proceeding upon granting the petition to convert. 
When a subsequent 35 U.S.C. 111(a) application is filed based 
on the provisional application, the subsequent 35 U.S.C. 111(a) 
application could be placed in the interference proceeding if 
necessary. As to the reference to statutory invention registration, 
§ 1.53(b)(2)(ii) is being amended to require the petition and 
the fee be filed prior to the earlier of the abandonment of the 
35 U.S.C. 111(a) application, the payment of the issue fee, the 
expiration of 12 months after the filing date of the 35 U.S.C. 
111(a) application, or the filing of a request for a statutory 
invention registration under § 1.293. 

53. Comment: One comment suggested that the procedures for 
converting a 35 U.S.C. 111(a) application to a provisional 
application be explained in greater detail in § 1.53(b)(2)(ii) or 
in the discussion. If a 35 U.S.C. 111(a) application is converted 
to a provisional application on the last day of the 12-month 
period, and a second 35 U.S.C. 111(a) application is concur- 
rently filed, how should this be done and how should the first 
sentence in the second 35 U.S.C. 111(a) application be worded. 
Furthermore, if a 35 U.S.C. 111(a) application is converted to 
a provisional application on the last day of the 12-month period, 
will it be necessary to file a second 35 U.S.C. 111(a) application 
on the same day, or else lose the priority claim. 

Response: The suggestion has not been adopted. The language 
in § 1.53(b)(2)(ii) is clear relating to the requirements for 
converting a 35 U.S.C. 111(a) application to a provisional 
application. If applicant wishes to convert a 35 U.S.C. 111(a) 
application to a provisional application, applicant must file a 
petition requesting the conversion along with the petition fee 
set forth in § 1.17(q). The petition and the fee must be filed 
prior to the earlier of the abandonment of the 35 U.S.C. 111(a) 
application, the payment of the issue fee, the expiration of 12 
months after the filing date of the 35 U.S.C. 111(a) application, 
or the filing of a request for a statutory invention registration 
under § 1.293. In the example noted in the comment, if a 35 
U.S.C. 111(a) application is converted to a provisional applica- 
tion on the last day of the 12-month period, a second 35 U.S.C. 
111(a) application must be filed on that same day, otherwise, 
applicant will lose the priority pursuant to 35 U.S.C. 119%e). 
An example of how the first sentence of the second 35 U.S.C. 
111(a) application would read is, “This application claims the 
benefit of U.S. Provisional Application No. 60/—, filed—, 
which was converted from Application No.—.” 

54. Comment: One comment suggested that the PTO consider 
a rule mandating that any prior U.S. application that would 
have been eligible for conversion to a provisional application 
that is abandoned in favor of a continuing application within 
one year of the earliest priority date asserted be deemed con- 
structively converted to a provisional application. 

Response: The suggestion has not been adopted. Conversion 
of a 35 U.S.C. 111(a) application to a provisional will be 
permitted only by way of a petition and under the conditions 
set forth in § 1.53(b)(2)(ii). One reason for this is that the PTO 
plans to provide sufficient information on the printed patent to 
determine the end date of the 20-year patent term by identifying 
provisional applications using a unique series code, i.e., “60”. 
Thus, a 35 U.S.C. 111(a) application converted to a provisional 
application will need to be reprocessed by the PTO with a new 
application number. The petition fee is intended to reimburse 
the PTO for the extra processing necessitated by the conversion. 
55. Comment: One comment stated that § 1.53(b)(2)(ii) permits 
the conversion of a 35 U.S.C. 111(a) application to a provisional 
application. However, it is silent as to whether such a conversion 
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would kill any benefit the 35 U.S.C. 111(a) application had of 
domestic and/or foreign priority. 

Response: Section 111(b)(7) of title 35, United States Code, 
specifically states that a provisional application shall not be 
entitled to the right of priority of any other application under 
35 U.S.C. 119 or 365(a) or to the benefit of an earlier filing 
date in the United States under 35 U.S.C. 120, 121, or 365(c). 
If a 35 U.S.C. 111(a) application is converted to a provisional 
application, the granting of the conversion will automatically 
eliminate any claim of priority which could have been made 
in the 35 U.S.C. 111(a) application. 

56. Comment: Several comments suggested that it was inconsis- 


‘ tent with the purpose of the provisional application to require 


any compliance with the Sequence Disclosure Rules §§ 1.821- 
1.823 and 1.825, since the provisional applications are not 
examined and there is no comparison of the sequences with 
the prior art. 

Response: The Office agrees with the comments that a provi- 
sional application need not comply with the requirements of §§ 
1.821 through 1.825. Section 1.53(b)(2)(iii) is being amended 
to indicate that the requirements of §§ 1.821 through 1.825 
regarding sequence listings are not mandatory for a provisional 
application. However, applicants are cautioned that in order 
for a 35 U.S.C. 111(a) application to obtain the benefit of the 
filing date of an earlier filed provisional application, the claimed 
subject matter of the 35 U.S.C. 111(a) application must have 
been disclosed in the provisional application in a manner pro- 
vided by 35 U.S.C. 112, first paragraph. Applicants are encour- 
aged to follow the sequence rules to ensure that support for 
the invention claimed in the 35 U.S.C. 111(a) application can 
be readily ascertained in the provisional application. 

57. Comment: One comment suggested that the language in § 
1.53(e)(2) that a provisional application will become abandoned 
no later than twelve months after its filing date was misleading 
and that the words “no later than” should be deleted because 
it was believed that a provisional application could not be 
abandoned prior to twelve months after its filing date. 
Response: The statute does not state that a provisional applica- 
tion can never be abandoned prior to twelve months after its 
filing date. In fact, a provisional application may be abandoned 
as a result of applicant’s failure to timely respond to a PTO 
requirement. For example, if a provisional application which 
has been accorded a filing date does not include the appropriate 
filing fee or the cover sheet required by § 1.51(a)(2), applicant 
will be so notified if a correspondence address has been pro- 
vided and given a period of time within which to file the fee, 
cover sheet and to pay the surcharge as set forth in § 1.16(]). 
Failure to timely respond will result in the abandonment of the 
application. This may occur prior to twelve months after its 
filing date. Furthermore, a provisional application may also be 
expressly abandoned prior to twelve months from its filing 
date. 

58. Comment: One comment objected to the deletion of the 
“retention fee” practice in § 1.53(d) since it permits an applicant 
in a first application claiming benefits under 35 U.S.C. 119(a)- 
(d) or 120 to correct inventorship by filing a second application 
without having to pay the full filing fee in the first application. 
Response: Since the comment indicated that there is a benefit 
to retain the retention fee practice, the proposal to eliminate 
the practice is withdrawn. 

59. Comment: One comment stated that the language of §§ 
1.53(d)(1) and (d)(2) indicates an intent by the PTO to mail 
the “Notice Of Missing Parts” to applicant’s post office address 
and argues that the “Notice” should be mailed to the registered 
practitioner who filed the application on behalf of the applicant. 
Response: The language in §§ 1.53(d)(1) and (d)(2) states that 
the applicant will be notified of the missing part, if a correspon- 
dence address is provided. This means that the “Notice” to 
applicant will be mailed to the correspondence address provided 
in the application papers. Under current PTO practice, if no 
specific correspondence address is identified in the application, 
the address of the registered practitioner who filed the applica- 
tion on behalf of the applicant is used as the correspondence 
address. If no specific correspondence address or registered 
practitioner is identified in the application, the post office 
address of the first named inventor is used as the correspondence 
address. No change in current PTO practice in this regard is 
required as a result of § 1.53(d)(2) nor is any change planned. 
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60. Comment: Several comments objected to the proposed dele- 
tion of § 1.60. One comment suggested that the deletion of § 
1.60 was a major rule change and should have been proposed 
separate from the proposed rules dealing with the changes in 
practice required by Public Law 103-465. 

Response: In view of the comments received, the proposal to 
delete § 1.60 is withdrawn. However, the proposal will be 
considered as part of a comprehensive effort being conducted 
by the PTO to reengineer the entire patent process. 

61. Comment: One comment suggested that in view of the 
deletion of § 1.60, language should be incorporated in § 
1.53(a)(1) to state that a copy of the prior application along 
with a copy of the declaration may be filed to obtain a filing 
date. Furthermore, full details and guidelines of the procedure 
should accompany the rule. 

Response: The suggestion has not been adopted. The proposal 
to delete § 1.60 is withdrawn in view of several comments 
received objecting to the deletion. 

62. Comment: One comment suggested that the removal of the 
stale oath practice be codified. 

Response: The suggestion has not been adopted. Neither the 
statute nor the rules require a recent date of execution to appear 
on the oath or declaration. The PTO practice of objecting to 
an oath or declaration where the time elapsed between the date 
of execution and the filing date of the application is more than 
three months is found in section 602.05 of the MPEP. Therefore, 
the removal of the stale oath practice will be accomplished by 
amending the MPEP. 

63. Comment: One comment questioned whether a copy of an 
application faxed to an attorney could be filed in the PTO as 
the application papers. 

Response: Yes. While a patent application may not be faxed 
directly to the PTO, an application faxed to an attorney may 
be forwarded to the PTO by mail or courier as the application 
papers provided the papers meet the formal requirements of § 
1.52. Effective November 22, 1993, § 1.4 was amended to 
include a new paragraph (d) to specify that most correspondence 
filed in the PTO, which requires a person’s signature, may be 
an original, a copy of an original or a copy of a copy. Only 
correspondence identified in §§ 1.4(e) and (f) require the orig- 
inal to be filed in the PTO. Thus, an oath or declaration required 
by § 1.63, 1.153, 1.162 or 1.175 may be an original, a copy 
of an original or a copy of a copy. See 1156 Off. Gaz. Pat. 
Office 61 (November 16, 1993). 

64. Comment: One comment suggested that applicant be per- 
mitted to use § 1.62 procedure to file the 35 U.S.C. 111(a) 
application which claims the benefit of a provisional applica- 
tion, at least in those situations where the 35 U.S.C. 111(a) 
application has been converted to a provisional application 
which is followed by the filing of a second 35 U.S.C. 111(a) 
application. 

Response: The suggestion has not been adopted. Section 1.62 
will not be amended to permit the filing a 35 U.S.C. 111(a) 
application based on a provisional application because the PTO 
sees this situation as a trap for applicants. The filing procedures 
would be made more complicated if an exception is provided 
to address situations where a 35 U.S.C. 111(a) application is 
converted to a provisional application and a second 35 U.S.C. 
111(a) application is later filed. However, the suggestion will 
be taken under advisement when greater familiarity with provi- 
sional applications is developed. 

65. Comment: One comment suggested that § 1.62 procedure be 
replaced with a simple petition procedure to reopen prosecution. 
Response: The suggestion is not being adopted. However, the 
suggestion will be taken under advisement as part of a compre- 
hensive effort being conducted by the PTO to reengineer the 
entire patent process. 

66. Comment: One comment suggested that the language in § 
1.62(a) that requires an identification of the “applicant’s name 
of the prior complete application” is confusing and should be 
clarified. 

Response: The suggestion has been adopted. Section 1.62 is 
being amended to require the identification of the “applicants 
named in the prior complete application.” 

67. Comment: One comment suggested that § 1.62 be amended 
to state that the refiling procedures set forth in § 1.62 may be 
used after the issue fee is paid when a petition under § 
1.313(b)(5) is granted. This practice is permitted pursuant to 


OFFICIAL GAZETTE 


Marcu 21, 2000 


the notice published in 1138 Off. Gaz. Pat. Office 40 (May 
19, 1992). 

Response: The suggestion has been adopted. 

68. Comment: One comment suggested that § 1.62 be amended 
to clarify whether applicant need to re-list, in the § 1.62 applica- 
tion, all the references cited by the examiner and applicant in 
the parent application in order to get those references printed 
on the eventual patent. 

Response: The suggestion has not been adopted. Section 609 
of the MPEP (Sixth Edition, Jan. 1995) has been amended to 
clarify that in a § 1.62 application, references submitted and 
cited in the parent application need not be resubmitted. These 
references will be printed on the patent. However, in any contin- 
uing application filed under § 1.53(b)(1) or 1.60, a list of the 
references must be resubmitted if applicant wishes to have the 
references printed in the eventual patent. 

69. Comment: One comment suggested that § 1.67 should go 
into more detail on when supplemental oaths are required in 
§ 1.53 filings of continuation and divisional applications. 
Response: The suggestion has not been adopted because it is 
seen to be unnecessary and no substantive change was proposed 
to § 1.67 in the Notice of Proposed Rulemaking. 

70. Comment: One comment suggested that “not but” in § 
1.67(b) should read “but not”. 

Response: The suggestion has been adopted. 

71. Comment: Several comments suggested that a rule be pro- 
vided to state that an application for patent is permitted to 
claim the benefit of the filing date of more than one prior 
provisional application so long as the applicant complies with 
all statutory provisions. 

Response: The suggestion has been adopted. Section 1.78(a)(3) 
is being amended to indicate that applicants are permitted to 
separately claim the benefit of the filing date of more than one 
prior provisional application in a later filed 35 U.S.C. 111(a) 
application provided all statutory requirements of 35 U.S.C. 
119(e) are complied with. It is noted that current practice per- 
mits an application to claim the benefits of the filing date of 
more than one prior foreign application under 35 U.S.C. 119(a)- 
(d) and of more than one prior copending U.S. application 
under 35 U.S.C. 120, without an explicit statement to that 
effect in the rules. Since the final rules are being amended to 
specifically permit applications filed under 35 U.S.C. 111(a) 
to claim the benefits of the filing date of more than one prior 
copending provisional application, corresponding changes are 
also being made to §§ 1.55 and 1.78(a)(1) relating to claims 
for the benefits available under 35 U.S.C. 119(a)-(d) and 120 
to be consistent with § 1.78(a)(3). 

72. Comment: Several comments requested that the PTO 
specify language to use in the first sentence of an application 
when priority is based on more than one provisional application. 
Response: Section 1.78(a)(4) requires that “any application 
claiming the benefit of a prior filed copending provisional 
application must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
such prior provisional application, identifying it as a provisional 
application, and iacluding the provisional application number.” 
Where a 35 U.S.C. 111(a) application claims the benefit of 
more than one provisional application, a suitable reference 
would read, This application claims the benefit of U.S. Provi- 
sional Application No. 60/—, filed— and U.S. Provisional 
Application No. 60/—, filed —.” In addition, for an application 
which is claiming the benefit under 35 U.S.C. 120 of a prior 
application, which in turn claims the benefit of a provisional 
application under 35 U.S.C. 119(e), a suitable reference would 
read, “This application is a continuation of U.S. application 
No. 08/—, filed —, now abandoned, which claims the benefit 
of U.S. Provisional Application No. 60/—, filed —.” 

73. Comment: One comment suggested that the rules address 
the effect on patent term where an applicant in a continuing 
application deletes the reference to the prior filed application 
before the patent issues. 

Response: An applicant has full control over claims to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c). The 20-year patent term will be based upon the filing 
date of the earliest U.S. application that the applicant makes 
reference to under 35 U.S.C. 120, 121 and 365(c). Whether an 
applicant is entitled to the benefit of the filing date of an earlier 
application is something that an applicant should examine 
before the patent is issued. The PTO is not, unless it comes 
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up as an issue in the examination process, going to determine 
whether any of the claims are entitled to the earlier filing date. 
Applicant however, should determine whether the claims are 
entitled to or require the benefit of the earlier filing date. If 
not, the applicant should consider canceling the reference to 
the earlier filed application to avoid having the 20-year patent 
term measured from that earlier filing date. An amendment 
adding or deleting a reference to an earlier filed application 
presented prior to a final action will be entered, however, the 
claims may be subject to possible intervening prior art. 

74. Comment: One comment stated that in view of the fact 
that a provisional application is not entitled to claim the benefit 
of a prior filed copending national or international application 
as stated in § 1.53(b)(2)(ili), the phrase “other than a provisional 
application” in § 1.78(a)(2) is unnecessary. 

Response: Section 1.78(a)(2) is being amended to state that 
“any nonprovisional application claiming the benefit of a prior 
copending nonprovisional or international application must 
contain....” Section 1.78(a)(2) addresses a 35 U.S.C. 111(a) 
application which claims the benefit of a prior copending 35 
U.S.C. 111(a) application or international application. 

75. Comment: Several comments objected to the content 
requirements for drawings filed in a provisional application as 
originally set forth in proposed § 1.83(a)(2). One comment 
suggested that no rule was necessary to set forth the required 
content of drawings in a provisional application. 

Response: In view of the comments received, the proposed 
amendment to § 1.83 is withdrawn. Under 35 U.S.C. 113, 
first sentence, applicant must furnish drawings in a provisional 
application “where necessary for the understanding of the sub- 
ject matter sought to be patented.” This requirement is also 
stated in existing § 1.81(a). Therefore, no further elaboration 
on the content of the drawings in a provisional application is 
believed necessary in the rules. 

76. Comment: One comment suggested that the rules specify 
that formal drawings are not required in a provisional applica- 
tion. 

Response: The suggestion has not been adopted. However, the 
PTO intends to examine provisional applications for require- 
ments of form only to the extent that is necessary to permit 
normal storage and microfilming of the application papers. 
Formal drawings are usually not required for those purposes. 
77. Comment: Several comments suggested that § 1.97(d) be 
amended to require the PTO to consider any information disclo- 
sure statement submitted after a final rejection or notice of 
allowance if an appropriate fee is paid. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice 
of Proposed Rulemaking. The existing rules are designed to 
encourage prompt submission of information to the PTO. To 
permit applicant to merely pay a fee to have any information 
disclosure statement submitted after a final rejection or Notice 
of Allowance would be contrary to the effort to encourage 
prompt submissions. 

78. Comment: One comment suggested that § 1.97 be changed 
so that an Office action which uses a newly cited reference as 
a ground for rejection under 35 U.S.C. 102 or 103 cannot be 
made final. 

Response: The suggestion has not been adopted because no 
substantive change to this rule was proposed in the Notice of 
Proposed Rulemaking. 

79. Comment: One comment suggested that the words “which 
are not examined” in § 1.101 as proposed are unnecessary 
and could create a negative implication that some provisional 
applications are examined. 

Response: The suggestion has not been adopted. By statute, 
provisional applications are not subject to 35 U.S.C. 131, ie., 
the Commissioner is not permitted to examine a provisional 
application for patentability. 

80. Comment: Several comments stated that it is unfair to 
require small entities to pay the full $730.00 fee set forth in 
proposed § 1.129. It is suggested that the fee be changed to 
$365.00 or less. 

Response: Pursuant to Public Law 103-465, the Commissioner 
has the authority to establish appropriate fees for the further 
limited reexamination of applications and for the examination 
of more than one independent and distinct invention in an 
application. As a result of additional review, it was concluded 
that these fees may be reduced by 50% for small entities. 
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Sections 1.17(r) and (s) are being amended to indicate that the 
fees are reduced by 50% for small entities, that is, $365.00 for 
small entities. 

81. Comment: Several comments suggested that the transitional 
procedure set forth in § 1.129(a) as proposed is equivalent to 
filing one application, i.e., it provides for an extra examination 
and reexamination after the original final rejection, and, there- 
fore, the requirement for two $730.00 fees, which is equivalent 
to two filing fees, is unwarranted. Another comment suggested 
that if the proposed $730.00 fee is adopted, the examiner should 
be instructed to treat the after-final amendment as any other 
initial filing, i.e., a new application, not as an amendment 
submitted after a non-final office action. 

Response: Under existing PTO practice, it would not be proper 
to make final a first Office action in a continuing or substitute 
application where the continuing or substitute application con- 
tains material which was presented in the earlier application 
after final rejection or closing of prosecution but was denied 
entry because (1) new issues were raised that required further 
consideration and/or search, or (2) the issue of new matter was 
raised. The identical procedure will apply to examination of a 
submission considered as a result of the procedure under § 
1.129(a). Thus, under § 1.129(a), if the first submission after 
final rejection was initially denied entry in the application 
because (1) new issues were raised that required further consid- 
eration and/or search, or (2) the issue of new matter was raised, 
then the next action in the application will not be made final. 
Likewise, if the second submission after final rejection was 
initially denied entry in the application because (1) new issues 
were raised that required further consideration and/or search, 
or (2) the issue of new matter was raised, then the next action 
in the application will not be made final. Thus, the fee required 
by § 1.129(a) has been set at the amount required for filing 
an application because the procedure provided by the rule is 
equivalent to the filing of two applications. No new matter can 
be entered by payment of the fee set forth in § 1.17(r). 

82. Comment: Several comments suggested that the fees 
required for filing a provisional application and those fees 
required by §§ 1.129(a) and (b) for the transitional procedures 
should not be greater than the average cost of processing such 
matters by the PTO. Two comments stated that the fee required 
by § 1.129(a) is excessive relative to PTO costs. 

Response: The fee required for filing a provisional application 
is set by Public Law 103-465 and the PTO has no discretion 
with respect to the amount of that particular fee. As to the fee 
required by § 1.129(a), the procedures relating to the first 
submission provided by § 1.129(a) is equivalent to the filing 
of a file wrapper continuation application under § 1.62, and 
therefore, the fee required with the first submission is appropri- 
ately set at the same amount as a filing fee, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
The second submission is equivalent to the filing of a second 
file wrapper continuation application and the fee for the second 
submission is appropriately set at the same amount as a filing 
fee. As to the fee required by § 1.129(b), the procedures set forth 
in § 1.129(b) permit applicants to retain multiple inventions in 
a single application rather than having to file multiple divisional 
applications. The fee for each independent and distinct inven- 
tion in excess of one is appropriately set at the same amount 
as the filing fee for a divisional application, which is $730.00. 
The $730.00 fee is subject to a 50% reduction for small entities. 
83. Comment: One comment suggested that the time period 
for the payment of the $730.00 fee for the transitional after- 
final practice be extended if applicant files a petition seeking 
reversal of the examiner’s refusal to enter the amendment after 
final without fee, until one month after an unfavorable decision 
on the petition. 

Response: If an earlier filed petition seeking reversal of the 
examiner’ s refusal to enter the amendment after final is granted 
by the Director finding that the final rejection was premature, 
but the petition had not been decided by the time the § 1.129(a) 
fee was due, applicant must submit the § 1.129(a) fee so as to 
toll the time period for response to the final rejection. Otherwise, 
the application would be abandoned. Upon granting of such a 
petition by the Director, the § 1.129(a) fee paid will be refund- 
able to applicant on request. Applications that fall under § 
1.129(a) are under final rejection and there is a time period 
running against the applicant. Applicant must toll that time 
period by paying the transitional after-final fee set forth in § 
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1.129(a) and any necessary extension of time fees and Notice 
of Appeal fee. Section 1.129(a) is being amended to indicate 
that the submission and the fee set forth in § 1.17(r) may be 
submitted before the filing of the Appeal Brief and prior to 
abandonment of the application. 

84. Comment: One comment suggested that if it is decided that 
the transitional after-final practice is made permanent, the PTO 
should seek legislative authorization to provide reduced fees 
for small entities. 

Response: If it is decided that the transitional after-final practice 
be made permanent, the PTO will propose legislation to accom- 
plish this change. 

85. Comment: Several comments suggested that §§ 1.129(a) 
and (b) should apply to all applications regardless of whether 
they were filed before or after June 8, 1995. Several comments 
suggested that the practices set forth in §§ 1.129(a) and (b) 
should be made permanent. 

Several comments suggested that an applicant should be 
permitted to have a submission entered and considered after 
any final rejection upon payment of a fee as set forth in § 
1.17(r), not just the first and second final rejections. 
Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

86. Comment: One comment suggested that the PTO make an 
effort to treat applications in which a submission under § 
1.129(a) has been filed on an expedited basis. 

Response: Once the submission is filed and the fee set forth 
in § 1.17(1) is paid the finality of the last PTO action is with- 
drawn. The filing of the submission and the fee under § 1.129(a) 
is equivalent to the filing of a continuing application and will 
be treated in the same fashion and under the same turnaround 
time frame as a continuing application. 

87. Comment: One comment suggested that PTO practice be 
changed so that a first Office action in a continuing application 
cannot be made final. 

One comment suggested that PTO practice regarding second 
action final be relaxed. 

Response: The suggestions have not been adopted at this time. 
However, the PTO is undertaking a project to reengineer the 
entire patent process. These suggestions will be taken under 
advisement in that project. 

88. Comment: One comment stated that in proposed § 1.129, 
there is no express provision for the finality of the previous 
rejection to be withdrawn if applicant complies with the pro- 
posed rule. It is suggested that the proposed rule state that the 
finality of the previous action would be withdrawn if applicant 
complied with the rule when making a first or second submis- 
sion after a final action. 

Response: The suggestion has been adopted. 

89. Comment: One comment requested that the PTO clarify 
whether § 1.129(a) required the first final rejection to be specifi- 
cally withdrawn and a different final (i.e., one containing a 
new ground of rejection) rejection made before applicant is 
entitled to make a second submission. 

Response: The final rule provides that the finality of the pre- 
vious final office action is automatically withdrawn upon the 
timely filing of the first § 1.129(a) submission and the fee set 
forth in § 1.17(r). If the first PTO action following the payment 
of the § 1.17(r) fee is a non-final office action, a further response 
from applicant will be entered and considered as a matter of 
right without payment of the fee set forth in § 1.17(r). If the 
next office action or any subsequent action is made final, the 
finality of that office action will be automatically withdrawn 
upon the timely filing of a second § 1.129(a) submission and 
the fee set forth in § 1.17(r). ; 

90. Comment: One comment suggested that the PTO not permit 
the first PTO action following the payment of the § 1.17(r) fee 
to be made final under any circumstances. 

Response: The suggestion has not been adopted. The first PTO 
action following the payment of the § 1.17(r) fee may be made 
final under the same conditions that a first office action may 
be made final in a continuing application (see section 706.07(b) 
of the MPEP). However, it would not be proper to make final 
a first Office action in a continuing or substitute application 
where the continuing or substitute application contains material 
which was presented in the earlier application after final rejec- 
tion or closing of prosecution but was denied entry because 
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(1) new issues were raised that required further consideration 
and/or search, or (2) the issue of new matter was raised. The 
procedure set forth in section 706.07(b) of the MPEP will apply 
to examination of a submission considered as a result of the 
procedure under § 1.129(a). 

91. Comment: Several comments suggested that the filing of 
the first submission under § 1.129(a) within the statutory period 
for response set in final rejection should toll the running of 
the six-month statutory period. 

Response: The filing of a submission, e.g., an information 
disclosure statement or an amendment, after a final rejection 
without payment of the fee set forth in § 1.17(r) will not toll 
the period for response set in the final rejection. However, § 
1.129(a) is being amended to provide in the rule that the finality 
of the previous Office action is automatically withdrawn upon 
the filing of the submission and the payment of the fee set 
forth in § 1.17(r). Thus, the filing of a submission and the 
payment of the fee set forth in § 1.17(r) and any extension of 
time fees and Notice of Appeal fee, if they are necessary to 
avoid abandonment of the application, will automatically toll 
the period for response set in the final rejection. It must be 
kept in mind that the provisions of § 1.129 apply only to an 
application, other than for reissue or a design patent, that has 
been pending for at least two years as of June 8, 1995, taking 
into account any reference made in such application to any 
earlier filed application under 35 U.S.C. 120, 121 and 365(c). 
92. Comment: One comment asked (1) whether it would be 
necessary to file a Notice of Appeal and appeal fee with or 
after the first submission and fee if the examiner acts on the 
first submission and before the end of the six months from the 
date of the final rejection issues (a) a notice of allowance, (b) 
a non-final action, or (c) a second final rejection; (2) would 
the Notice of Appeal and fee be due only at the end of the six 
months from the date of the final rejection regardless of whether 
the examiner has acted on the submission by then; and (3) if 
the Notice of Appeal and fee have once been paid following 
a first final rejection, would a second notice and fee need to 
be paid if a second final rejection were issued and applicant 
desired to file a second submission under § 1.129(a). 

Another comment suggested that the appeal fee set forth in 

§ 1.17(e) should not be required where the Notice of Appeal 
is filed with a § 1.129(a) submission and the fee set forth in 
§ 1.17(r). 
Response: As to questions (1) and (2) and the second comment, 
if the first submission and the proper fee set forth in § 1.17(r) 
are timely filed in response to the final rejection, the finality 
of the previous rejection will be automatically withdrawn and 
applicant need not file the Notice of Appeal or the appeal fee. 
For example, if the first submission and the proper fee set forth 
in § 1.17(r) were filed on the last day of the six-month period 
for response to the final rejection, applicant must also file a 
petition for three months extension of time with the appropriate 
fee in order to avoid abandonment of the application. In such 
case, applicant need not file the Notice of Appeal or the appeal 
fee if the proper fee set forth in § 1.17(r) was timely paid. 
However, under the same fact situation, if applicant failed to 
submit the proper fee set forth in § 1.17(r), the finality of the 
previous rejection would not be withdrawn and the time period 
for response would still be running against applicant. In such 
case, a Notice of Appeal and appeal fee must also accompany 
the papers filed at the six-month period in order to avoid aban- 
donment of the application. The proper fee set forth in § 1.17(r) 
must be filed prior to the filing of the Appeal Brief and prior 
to the abandonment of the application. 

As to question (3), if the Notice of Appeal and fee have 
once been paid following a first final rejection and applicant 
timely files a first submission and the proper fee set forth in 
§ 1.17(r), the finality of the previous final rejection will be 
withdrawn and the appeal fee paid could be applied against 
any subsequent appeal. If the examiner issues a non-final rejec- 
tion in response to applicant’s first submission, a further 
response from applicant will be entered and considered as a 
matter of right. If any subsequent Office action is made final, 
applicant may file a second submission along with the proper 
fee pursuant to § 1.129(a). If the second submission and the 
proper fee set forth in § 1.17(r) are timely filed in response to 
the subsequent final rejection, the finality of the previous final 
rejection will be withdrawn. Any submission filed after a final 
rejection made in the application subsequent to the fee under 
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§ 1.129(a) having been paid twice will be treated as set forth 
in § 1.116. Applicant may, upon payment of the appeal fee, 
appeal a final rejection within the time allowed for response 
pursuant to § 1.191. 

93. Comment: One comment questioned whether the “first 
submission” under § 1.129(a) has to be the first response filed 
after a final rejection or could it include subsequent responses 
to the same final rejection. 

Response: The “first submission” under § 1.129(a) would 
include all responses filed prior to and with the payment of 
the fee required by § 1.129(a) provided the submission and fee 
are filed prior to the filing of the Appeal Brief and prior to 
abandonment of the application. 

94. Comment: One comment suggested that § 1.129(a) be 
changed to permit the procedure to be available up until the 
filing of an Appeal Brief since it is not uncommon to file an 
amendment after a Notice of Appeal is filed but before the 
filing of an Appeal Brief. 

Response: The suggestion has been adopted. 

Section 1.129(a) is being amended to indicate that the sub- 
mission and the fee set forth in § 1.17(r) must be submitted 
before the filing of the Appeal Brief and prior to abandonment 
of the application. 

95. Comment: One comment suggested that the transitional 
after-final practice be available at any time after final, including 
after the resolution of an appeal unfavorable to applicant in 
whole or in part. 

Response: The suggestion has not been adopted. Section 
1.129(a) is being amended to indicate that the submission and 
the fee set forth in § 1.17(r) must be submitted before the filing 
of the Appeal Brief and prior to abandonment of the application. 
The suggestion to extend the period to after the resolution of 
an appeal unfavorable to applicant in whole or in part has not 
been adopted because the suggestion would further unduly 
extend prosecution of the application. 

96. Comment: One comment stated that if an examiner must 
withdraw the finality of the rejection as a result of the transi- 
tional provision, the examiner should be credited with two 
counts in order to be compensated for the additional work. 
Response: The examiner credit system is not part of this rulem- 
aking package. However, as part of the Public Law 103-465 
implementation plan, some accommodation will be made for 
the extra work performed. 

97. Comment: One comment stated that regarding the transi- 
tional after-final practice, the fee should not be required if the 
only reason is to have the PTO consider recently obtained art. 
Response: Under current practice, if applicant submits prior 
art after final rejection but before the payment of issue fee, the 
art will be considered if applicant makes the required certifica- 
tion and submits a petition with the required petition fee of 
$130.00 (see section 609 of the MPEP). If applicant can make 
the certification, applicant would not have to rely on the transi- 
tional after-final procedure to have the prior art considered. In 
the event that applicant cannot make the certification, then the 
procedure under § 1.129(a) is available if applicant wishes the 
PTO to consider the prior art without refiling the application. 
98. Comment: One comment suggested that the PTO modify 
existing restriction practice to make it more difficult for exam- 
iners to require restriction, for example, by requiring every 
restriction requirement to show two-way distinctness and sepa- 
rate status in the art established by means other than reference 
to the PTO’s classification system. 

Response: The suggestion has not been adopted. However, the 
PTO is undertaking a project to reengineer the entire patent 
process. This suggestion will be taken under advisement in that 
project. 

99. Comment: One comment suggested that the pendency 
periods required by §§ 1.129(a) and (b) should be 18 months 
rather than 2-year and 3-year, respectively. 

Response: The pendency periods set forth in the rule which 
establish eligibility for the transitional procedures are set forth 
in Public Law 103-465. 

100. Comment: One comment suggested that § 1.129(a) be 
amended to permit prosecution to be reopened after a Notice 
of Allowance or final rejection upon the filing of a form 
requesting that prosecution be reopened and payment of the 
necessary fee. 

Response: The procedures set forth in § 1.129(a) are not appli- 
cable to amendments filed after a Notice of Allowance. Amend- 
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ments filed after the mailing of a Notice of Allowance are 
governed by § 1.312. The procedures set forth in § 1.129(a) 
are applicable to amendments filed after a final rejection. If 
applicant submits an amendment after final and the examiner 
notifies the applicant in writing that the amendment is not 
entered, § 1.129(a) permits applicant to submit a letter prior 
to abandonment of the application and prior to the filing of 
the Appeal Brief, requesting entry of the prior filed amendment 
along with the payment of the appropriate fee set forth in § 
1.17(r). The letter requesting entry of the prior filed amendment 
would be equivalent to “a form” as suggested in the comment. 
101. Comment: One comment suggested that the PTO liberalize 
its current practice under § 1.116 to make it easier for amend- 
ments or evidence to be entered and considered after a final 
rejection. 

Response: The suggestion has not been adopted since no change 
was proposed to § 1.116 in the Notice of Proposed Rulemaking. 
However, the suggestion will be taken under advisement as 
part of a comprehensive effort being conducted by the PTO to 
reengineer the entire patent process. It should be noted that 
any change to liberalize the current practice under § 1.116 
would necessitate increasing fees. 

102. Comment: Several comments suggested that the transi- 
tional restriction provision be modified to state that no restric- 
tion requirement shall be made or maintained in any application 
pending for three years on the effective date of the legislation. 
The comment stated that if restriction requirements made prior 
to April 8, 1995, are permitted to be maintained then applicants 
will be forced to file divisional applications resulting in the 
automatic loss of term after June 8, 1995. A heavy penalty will 
be placed on the chemical, pharmaceutical and biotechnology 
industries, who have less than 4 months to search through 
the ancestors of all pending applications and to identify all 
restriction requirements and to file divisional applications 
before June 8, 1995. The comment further suggested that the 
current restriction practice be changed in view of the implemen- 
tation of the 20-year term. 

Response: The suggestion has not been adopted. The two- 
month date set forth in § 1.129(b)(1)(i) is from the Statement 
of Administrative Action, which is part of Public Law 103- 
465. Under section 102 of Public Law 103-465, "the statement 
of administrative action approved by the Congress shall be 
regarded as an authoritative expression by the United States 
concerning the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The Commissioner does not have any authority 
to establish rules which are inconsistent with the Act. It is 
noted that in cases where a restriction requirement was made 
prior to April 8, 1995, applicant will have sufficient time to 
file divisional applications prior to June 8, 1995, so as to 
retain the benefit of the 17-year patent term for those divisional 
applications. 

The PTO is currently reviewing the restriction practice in 
view of the implementation of the 20-year patent term. It is 
noted that a change in restriction practice without changes to 
other fees would have a negative impact on funding needed to 
operate the PTO. 

103. Comment: Several comments suggested that proposed 
exceptions (1) and (2) in § 1.129(b) ignore the mandatory 
language of section 532(2)(B) of Public Law 103-465 and 
should be deleted. 

Response: The suggestion has not been adopted. The exceptions 
referred to are contained in the Statement of Administrative 
Action, which is part of Public Law 103-465. Under section 
102 of Public Law 103-465, “the statement of administrative 
action approved by the Congress shall be regarded as an authori- 
tative expression by the United States concerning the interpreta- 
tion and application of the Uruguay Round Agreements and 
this Act in any judicial proceeding in which a question arises 
concerning such interpretation or application.” 

104. Comment: One comment asked whether “restriction” 
under § 1.129(b) apply to election of species under § 1.146. 
Response: “Restriction” under § 1.129(b) applies to both 
requirements under § 1.142 and elections under § 1.146. 

105. Comment: Several comments requested that clarification 
be made as to what constitutes “actions by the applicant” in § 
1.129(b)(1) and specifically, whether a request for extension 
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of time under § 1.136(a) constitutes such “actions” by the 
applicant. 

Response: Examples of what constitute “actions by the appli- 
cant” in § 1.129(b)(1) are: (1) applicant abandons the applica- 
tion and continues to refile the application such that no Office 
action can be issued in the application, and (2) applicant 
requests suspension of prosecution under § 1.103(a) such that 
no Office action can be issued in the application. Extension of 
time under § 1.136(a) would not constitute such “actions by 
the applicant” under § 1.129(b)(1). 

106. Comment: One comment suggested that the one-month 
period set forth in § 1.129(b) is insufficient to give an applicant 
time to file a petition under § 1.144 from a restriction require- 
ment. Several comments suggested that § 1.129(b) be amended 
to permit applicant to challenge the restriction requirement by 
way of a petition before being required to pay the fees set forth 
in § 1.17(s). 

Response: Section 1.129(b)(2) is being amended in the final 
rule package to indicate that applicant will be given “a time 
period” to (1) make an election, if no election has been pre- 
viously made, and pay the fee set forth in § 1.17(s), (2) confirm 
an earlier election and pay the fee set forth in § 1.17(s), or (3) 
file a petition under § 1.129(b)(2) traversing the restriction 
requirement. If applicant chooses not to pay the fee set forth 
in § 1.17(s), applicant may file a petition under § 1.129(b)(2) 
requesting immediate review by the Group Director of the 
restriction requirement. No petition fee is required. A petition 
under § 1.129(b)(2) rather than under § 1.144 would be more 
appropriate under the circumstances since a petition under § 
1.144 requires the examiner to make the restriction final before 
the petition can be considered. 

107. Comment: One comment suggested that if applicant elects 
not to pay the fee set forth in § 1.17(s), applicant should be 
allowed to elect the invention to be examined. 

Response: The suggestion has been adopted. Section 1.129(b) 
is being amended to indicate that if applicant chooses not to 
pay the fees for the additional inventions, applicant must elect 
the invention to be examined and the claims directed to the 
non-elected inventions for which no fee has been paid will be 
withdrawn from consideration. 

108. Comment: One comment suggested that the PTO amend 
the rules to permit all, or at least several, inventions to be 
examined in a single application upon payment of an appro- 
priate fee. 

Response: The suggestion has not been adopted at this time. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
in advisement in this project. 

109. Comment: One comment suggested that PTO follow the 
wording of 35 U.S.C. 121 and only require restriction where 
an application claims two or more independent and distinct 
inventions rather than two or more independent or distinct 
inventions. 

Response: In making restriction requirements, the PTO has 
always followed the wording of 35 U.S.C. 121 to require restric- 
tion if two or more independent and distinct inventions are 
claimed in an application rather than independent or distinct 
as suggested by the comment. The term “independent” includes 
species and related inventions such as combination/subcombi- 
nation and process and product. Restriction is proper if these 
independent inventions are patentably distinct (see section 
802.01 of the MPEP). 

110. Comment: One comment suggested that the standard for 
determining whether an application contains independent and 
distinct inventions should only be the “unity of invention” 
standard used for PCT applications. 

Response: The suggestion has not been adopted. The current 
restriction practice for 35 U.S.C. 111(a) applications is gov- 
erned by 35 U.S.C. 121 and §§ 1.141, 1.142 and 1.146. The 
PCT “unity of invention” standard only applies to PCT applica- 
tions and applications filed under 35 U.S.C. 371. The PTO 
is currently reviewing the restriction practice in view of the 
implementation of the 20-year patent term. It is noted that a 
change in restriction practice without changes to other fees 
would have a negative impact on funding needed to operate 
the PTO. 

111. Comment: One comment suggested that the PTO apply 
the PCT unity of invention standard as interpreted by the EPO 
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and that § 1.475(b) be amended to permit a broad range of 
claims in a single application. 

Response: The PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestion will be taken 
under advisement in this project. 

112. Comment: One comment suggested that the PTO examiner 
should not be permitted to issue a restriction requirement or 
an election of species requirement if the ISA and the IPEA have 
found that an application complies with the unity of invention 
requirement. 

Another comment suggested that the PTO consider allowing 
applicants to retain all claims in a single application when the 
claims are related, e.g., method and apparatus claims. 

Another comment suggested that all species be searched 
before the first Office action regardless of whether one species 
is found to be unpatentable. 

Another comment suggested that election of species require- 
ments be prohibited. 

Response: The suggestions have not been adopted. These issues 
were not addressed in the Notice of Proposed Rulemaking. 
However, the PTO is currently undertaking a project to reen- 
gineer the entire patent process. The suggestions will be taken 
under advisement in that project. 

113. Comment: One comment suggested that decisions on 
whether to issue a restriction requirement be made within two- 
three months of the application filing date, and, if the require- 
ment is traversed, the examiner should determine within four- 
five months of the filing date whether to maintain the require- 
ment. Decisions on petitions to withdraw a restriction require- 
ment should be decided within one month. 

Response: The suggestion has not been adopted. Current prac- 
tice dictates that restriction requirements be made at the earliest 
appropriate time in the pendency of a given application, e.g., in 
the first Office action. It would be difficult to issue a restriction 
requirement within two-three months of the application filing 
date as suggested since a large number of applications are filed 
with missing parts and applicants are given a time period to 
submit the missing parts. Furthermore, applications must be 
processed by the Application Branch and must be screened 
by Licensing and Review for national security. Petitions to 
withdraw a restriction requirement should be acted on by the 
Group Director expeditiously. 

114. Comment: One comment argued that the phrases, “so as 
to be pending for a period of no longer than 12 months” and 
“under no circumstances will the provisional application be 
pending after 12 months”, in § 1.139 were repetitious and 
suggested that one or both of the phrases be deleted. 
Response: The suggestion has not been adopted. The statements 
are included for emphasis. 

115. Comment: One comment suggested that § 1.139 clearly 
state that if the revival petition is filed later than 12 months 
after filing of the provisional application, then the revival is 
for the sole purpose of providing copendency for a 35 U.S.C. 
111(a) application filed during that 12-month period. 
Response: The suggestion has not been adopted. The proposed 
language is not necessary. 

116. Comment: One comment stated that 35 U.S.C. 154(b) as 
contained in Public Law 103-465 does not give the Commis- 
sioner any authority to decide the period of extension. There- 
fore, proposed § 1.701 is without statutory basis. 

Response: 35 U.S.C. 6(a) gives the Commissioner authority to 
establish regulations not inconsistent with law. 

Section 1.701 is consistent with 35 U.S.C. 154(b) and further- 
more, the Commissioner has the authority under 35 U.S.C. 
154(b)(3)(C) to establish regulations to address the standards 
for determining due diligence. 

117. Comment: One comment questioned whether patent term 
extension under 35 U.S.C. 154(b) is available for patents 
issuing: (1) before June 8, 1995, with a 17-year patent term or 
a 17/20 year patent term; (2) on or after June 8, 1995, on 
applications filed before June 8, 1995, with a 17-year patent 
term or a 17/20 year patent term. 

Response: None of the patents set forth in the examples are 
eligible for patent term extension. Under the terms of the statute, 
patent term extension is only available for patents issued on 
applications filed on or after June 8, 1995. 

118. Comment: Several comments questioned whether a patent 
issued on a continuing application is entitled to a patent term 
extension under 35 U.S.C. 154(b) due to interference, secrecy 
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order, or appellate review delays occurring in the examination 
of the parent application. 
Response: If the delay in the parent application contributed to 
a delay in the issuance of a patent in the continuing application, 
the patent granted on the continuing application may be eligible 
for an extension under 35 U.S.C. 154(b). 
119. Comment: One comment suggested that the patent term 
be extended for a period of time equal to the time necessary 
to revive an application improperly abandoned due to PTO 
error. Another comment suggested that patent term extension 
be available for other PTO delays. 
Response: The suggestions have not been adopted. Section 
154(b) of title 35, United States Code, only permits patent term 
extension for delays due to interferences, secrecy orders, and/ 
or successful appeals. 
120. Comment: One comment suggested that the period of an 
extension granted under § 1.701 be printed on the face of the 
patent. 
Response: The PTO will publish on the face of the patent any 
patent term extension that is granted pursuant to § 1.701. 
121. Comment: One comment suggested that the word “interfer- 
ence” be inserted before the word “proceedings” in § 
1.701 (a)(1). 
Response: The suggestion has been adopted. 
122. Comment: One comment stated that the last sentence of 
§ 1.701(b) is confusing because it suggests that patent term 
extension will be available in cases of terminal disclaimer and 
that the extension begins on the terminal disclaimer date rather 
than the original expiration date. This statement is contrary to 
35 U.S.C. 154(b)(2) which does not permit any patent term 
extension for appellate delay if the patent is subject to a terminal 
disclaimer. 
Response: In order to reduce confusion, the last sentence of § 
1.701(b) is being amended to state that the extension will run 
from the expiration date of the patent. The reference to “terminal 
disclaimer” is being deleted. 
123. Comment: Two comments stated that if an application 
involved in an interference proceeding contains uninvolved 
claims, those uninvolved claims should not be entitled to exten- 
sion of patent term under proposed § 1.701 because applicant 
could cancel those uninvolved claims from the application and 
refile those claims in a continuation application. It is suggested 
that if an applicant leaves conclusively uninvolved claims 
(where no § 1.633(c)(4) motion is filed) in the application in 
interference, applicant does not get the benefit of the extension 
for any claim. 
Response: The suggestion has not been adopted. The statute, 
35 U.S.C. 154(b), grants patent term extension to a patent if 
the issuance of the patent was delayed due to interference 
proceeding under 35 U.S.C. 135(a). The statute does not exclude 
applications containing uninvolved claims. The Commissioner 
does not have the authority to establish regulations which are 
inconsistent with the law. Therefore, an application involved 
in an interference which contains uninvolved claims will be 
entitled to patent term extension if the issuance of the patent 
was delayed due to interference proceeding under 35 U.S.C. 
135(a). 
124. Comment: One comment asked whether applicant is enti- 
tled to patent term extension regardless of whether an interfer- 
ence involving applicant’s application is ultimately declared. 
One comment asked if the PTO ends the suspension without 
declaring an interference, and continued prosecution results 
in filing of a continuation or divisional application, are such 
subsequent cases entitled to the extension. 
Response: An application will not be suspended unless it is 
decided that an interference can be declared involving that 
application. If prosecution of applicant’s application is sus- 
pended due to an interference not involving applicant’s applica- 
tion and an interference involving applicant’s application is 
later declared, applicant will be entitled to patent term extension 
under § 1.701(c)(1)(ii) for the suspension period and under § 
1.701(c)(1)(i) for the interference period. However, if prose- 
cution of applicant’s application is suspended due to an interfer- 
ence not involving applicant’s application and if the PTO ends 
the suspension of the application without declaring an interfer- 
ence involving applicant’s application, that application will be 
entitled to patent term extension under § 1.701(c)(1)(ii). If 
prosecution results in filing of a continuing application and if 
the delay in the parent application contributed to a delay in 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 229 
(110) 


the issuance of a patent on the continuing application, the patent 
granted on the continuing application may be eligible for an 
extension under 35 U.S.C. 154(b). 

125. Comment: One comment stated that delays in the issuance 
of a patent can exceed the five-year limit provided for in pro- 
posed § 1.701(b). Where the delay was not the fault of the 
applicant, why should there be this maximum? 

Another comment stated that in a biotechnology application, 
if suspension of the application results in a declared interfer- 
ence, the period of delay calculated under § 1.701(c)(1)(i) will 
likely consume most of the five-year maximum extension. This 
renders the value of any time period measured under § 
1.701(c)(1)(ii) negligible, thus diminishing the rights of appli- 
cant due to the unregulated suspension powers of the PTO. 
Response: The five-year limit for patent term extension set 
forth in § 1.701(b) is required by statute, 35 U.S.C. 154(b). 
126. Comment: One comment suggested that § 1.701(c)(1)(i) 
be amended to state that an application added after an interfer- 
ence is declared is entitled to an extension measured only from 
the date of redeclaration. 

Response: The suggestion has not been adopted. The language 
in § 1.701(c)(1)(i) is clear that for an application that is added 
to an interference, that application is entitled to an extension 
measured from the date of redeclaration of the interference. 
127. Comment: One comment stated that § 1.701(c)(1)(ii) does 
not address the case where a suspended application is added 
to the interference without the suspension being lifted. 
Response: Section 1.701(c)(1)(ii) is being amended to reference 
the endpoint for the suspension period to the date of termination 
of the suspension. Where prosecution of an application is sus- 
pended due to interference proceedings not involving the appli- 
cation, the suspension is made pursuant to § 1.103(b). When 
that application is added to an interference, the suspension 
pursuant to § 1.103(b) will be automatically lifted. The applica- 
tion is entitled to patent term extension for the period of suspen- 
sion pursuant to § 1.701(c)(1)(ii) and for the period of 
interference pursuant to § 1.701(c)(1)(i). Under § 
1.701(c)(1)(ii), the period of suspension begins on the date the 
application is suspended and ends on the date the suspension 
under § 1.103(b) is terminated, which in this case would be 
the same date as the date of redeclaration of the interference. 
128. Comment: One comment suggested that the phrase “, if 
any,” in § 1.701(c)(1)(i) and (ii) is unnecessary. 

Response: The suggestion has not been adopted. However, § 
1.701(c)(1)(i) is being amended for clarity by deleting the 
phrase “if any” after the first occurrence of “interference” and 
by inserting the same phrase after the phrase “the number of 
days.” 

129. Comment: Several comments suggested that the phrase 
“was declared or redeclared” in § 1.701(c)(1)(i) be changed to 
—was first declared—. 

Response: The suggestion has not been adopted. The language 
of the rule reads “with respect to each interference in which 
the application was involved, the number of days in the period 
beginning on the date the interference was declared or rede- 
clared to involve the application in the interference....”” An 
interference may be declared as A vs. B and later redeclared 
as A vs. B vs. C. Under the rule, the period of extension would 
be counted, with respect to applications A and B, from the date 
the interference was declared to involve the applications A and 
B. With respect to application C, the period of extension would 
be counted from the date the interference was redeclared to 
involve the application C. No ambiguity is seen in the language 
as originally proposed. 

130. Comment: One comment suggested that the use of the 
phrase “appellate review” in reference to an action under 35 
U.S.C. 145 or 146 is incorrect, since an action under 35 U.S.C. 
145 or 146 is not considered as an “appellate review” and 
suggests that § 1.701(a)(3) be amended so that the introductory 
phrase reads “Appellate review by the Board of Patent Appeals 
and Interferences or review by a Federal court under 35 U.S.C. 
141 or 145 

Response: The suggestion has not been adopted. The use of 
the phrase “appellate review” in reference to an action under 
35 U.S.C. 145 or 146 is technically incorrect. However, Public 
Law 103-465 provides for extension of patent term for “delay 
due to appellate review by the Board of Patent Appeals and 
Interferences or by a Federal court”. The introductory phrase 
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referred to in the comment uses the exact language found in 
the statute. 
131. Comment: One comment suggested that § 1.701(a) be 
amended to specify whether extensions for appellate delays are 
available for reissue applications. 
Response: The suggestion has not been adopted. Under 35 
U.S.C. 251, the term of a reissue patent is “for the unexpired 
part of the term of the original patent.” Therefore, patent term 
extension for appellate delays is not available for reissue appli- 
cations. 
132. Comment: One comment suggested that § 1.701(d) be 
deleted. 
Response: The suggestion has not been adopted. Section 
1.701(d) sets forth the language found in the statute, 35 U.S.C. 
154(b)(3) and further provides a standard for determining due 
diligence. 
133. Comment: Several comments suggested that the lack of 
due diligence set forth in § 1.701(d)(2) be limited to the acts 
which occurred during the appellate period (after the filing of 
a Notice of Appeal) and not during prosecution. 
Response: The suggestion has been adopted. Section 1.701(d) 
is being amended accordingly. 
134. Comment: One comment suggested that the rules be made 
clear that a suspension under § 1.103 does not constitute a lack 
of due diligence under § 1.701(d)(2). 
Response: The suggestion has not been adopted. A request for 
suspension pursuant to § 1.103(a) during the appellate review 
period will be considered to be prima facie evidence of lack 
of due diligence. 
135. Comment: Several comments stated that the rules permit 
extensions of time and the filing of informal applications. These 
acts should not constitute lack of due diligence since the pro- 
posed rule defined the standard for determining due diligence 
is whether the applicant exhibited that degree of timeliness as 
may reasonably be expected from, and which is ordinarily 
exercised by, a person. One comment suggested that the Office 
adopt a gross negligence standard. 
Response: The examples of acts that may constitute lack of 
due diligence set forth in the Notice of Proposed Rulemaking 
(extensions of time, filing of nonresponsive submissions, and 
filing of informal applications) are being withdrawn. The sug- 
gestion regarding the adoption of a gross negligence standard 
has not been adopted. As set forth in § 1.701(d)(2), the standard 
for determining due diligence is whether applicant exhibited 
that degree of timeliness as may reasonably be expected from, 
and which is ordinarily exercised by, a person during the appel- 
late review period. 
136. Comment: One comment stated that the PTO list in the 
rule all circumstances in which an applicant will be considered 
not to have acted with due diligence. 

Another comment suggested that objective criteria for “dili- 
gence” be set forth in § 1.701(d)(2). 
Response: The suggestion has not been adopted. Whether an 
action by the applicant constitutes lack of due diligence will 
be determined by the facts and circumstances of each case. 
Since lack of due diligence is determined on a case-by-case 
basis, it would not be possible to list all circumstances in the 
rule. Examples of acts which will constitute prima facie evi- 
dence of lack of due diligence are: (1) abandonment of the 
application during appellate review; and (2) suspension of 
action under § 1.103(a) during appellate review. 
137. Comment: One comment suggested that guidance be pro- 
vided in the comments to the Notice of Final Rules identifying 
in what circumstance is a patent issued “pursuant to an appellate 
decision reversing an adverse determination of patentability.” 

Several comments questioned whether the reversal of all 
rejections on one of several appealed claims would entitle 
applicant to an extension under § 1.701(a)(3). Two comments 
suggested that the rule be redrafted to allow appropriate exten- 
sion of term where the Board or a court reverses at least “in 
part.” 
Response: Extension of patent term under § 1.701(a)(3) is 
applicable if all the rejections of any one claim are ultimately 
reversed. The rule is clear and no clarification is needed. 
138. Comment: One comment stated that § 1.701 does not 
address the situation where applicant appeals with both allowed 
and rejected claims. In such case, patent term extension should 
be available for any claims that were allowed prior to appellate 
review, if the allowed claims were in the same application, 
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whether or not the decision of the examiner on the rejected 
claims is ultimately reversed. Applicant should not have to 
refile the allowed claims and rejected claims in separate cases 
in order to take advantage of the patent term extension. 
Response: If applicant chooses to keep the allowed claims with 
the rejected claims in the application on appeal, patent term 
extension pursuant to 35 U.S.C. 154(b)(2) is only available if 
a patent was issued pursuant to a decision reversing an adverse 
determination of patentability and if the patent is not subject 
to a terminal disclaimer due to the issuance of another patent 
claiming subject matter that is not patentably distinct from that 
under appellate review. If the appellate review is not successful, 
applicant will not be entitled to patent term extension. 

139. Comment: One comment questioned whether the phrase 
“if the patent is not subject to a terminal disclaimer” in § 
1.701(a)(3) is intended to be limited to those applications in 
which a terminal disclaimer has actually been filed or encom- 
pass those applications in which a double patenting rejection 
has been made and a terminal disclaimer suggested by an 
examiner. 

Response: The calculation of any applicable extension under 
§ 1.701 will be made prior to the mailing of the Notice of 
Allowance and Issue Fee Due. At that time, any double pat- 
enting rejection would have been resolved and a terminal dis- 
claimer would have been filed if one was required. 

140. Comment: One comment stated that § 1.701(d)(1) is incon- 
sistent with 35 U.S.C. 154(b)(2) and (b)(3), because the period 
of extension for appellate review would be calculated under § 
1.701(d)(1) by first subtracting the period of appellate review 
occurring within three years of the filing date before the five- 
year limit is imposed. It is suggested that § 1.701 be modified 
to be consistent with 35 U.S.C. 154(b)(2) which requires the 
five-year limit to be imposed before the subtraction for appellate 
review occurring within three years of the filing date. 
Response: The suggestion has not been adopted. Section 1.701 
is not inconsistent with 35 U.S.C. 154(b)(2) and (b)(3). The 
period of extension referred to in 35 U.S.C. 154(b)(2) is defined 
in 35 U.S.C. 154(b)(3). Therefore, one must determine the 
period of extension in 35 U.S.C. 154(b)(3)(A), then reduce that 
period by the time determined in 35 U.S.C. 154(b)(3)(B) and 
(b)(3)(C). Then, according to 35 U.S.C. 154(b)(2), the resulting 
time period may not be more than five years. 

141. Comment: One comment suggested that the Commissioner 
identify a senior person who is charged with approving all 
reductions in extension of patent term rather than leaving the 
decision to the examiner or the SPE. 

One comment questioned who will make the calculation of 
the period of patent term extension under § 1.701 and whether 
that calculation can be challenged and by whom. 

Response: It is contemplated that the period of patent term 
extension calculated and any reduction in the extension of 
patent term will not be made by an examiner. It is noted that 
the period of patent term extension will be identified in the 
Notice of Allowance and Issue Fee Due and if applicant dis- 
agrees with the period, applicant may request further review 
by way of a petition under § 1.181. If an error is noted after 
the patent issues, patentee or any third party may seek correction 
of the period of patent term extension granted by filing a request 
for a Certificate of Correction pursuant to § 1. 

142. Comment: One comment questioned whether a challenge 
to the period of patent term extension calculated by the PTO 
under § 1.701 would be required to be made within a fixed 
period. 

Response: No. However, the longer applicant delays filing a 
petition under § 1.181 challenging the period of extension 
calculated by the PTO, the less likely any error will be corrected 
before the patent is issued with the error printed on the patent. If 
the patent issues with an incorrect period of extension, applicant 
should file a request for a Certificate of Correction pursuant 
to § 1.322 instead of a petition under § 1.181. 

143. Comment: One comment suggested that § 1.701(d)(2) be 
amended to require PTO to notify applicant in writing of any 
intent to reduce the term extension for lack of due diligence, 
stating the specific basis, and provide applicant with a reason- 
able opportunity to respond. 

Response: The suggestion has not been adopted. The period 
of patent term extension will be identified in the Notice of 
Allowance and Issue Fee Due and if applicant disagrees with 
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the period, applicant may request further review by way of a 
petition under § 1.181. 

144. Comment: One comment suggested that a cover sheet for 
use in recording assignments be included in the final rules 
package as an addendum. 

Response: The suggestion has not been adopted. A sample 
cover sheet for use in recording assignments was published as 
Appendix B in the Federal Register on July 6, 1992, at 57 FR 
29634 and in the Official Gazette on July 28, 1992, at 1140 
Off. Gaz. Pat. Office 63 and may be obtained from Assignment 
Branch. 


Other Considerations 


This final rule change is in conformity with the requirements 
of the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Execu- 
tive Order 12612, and the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. This final rule has been determined not 
to be significant for the purposes of E.O. 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
these final rule changes will not have a significant economic 
impact on a substantial number of small entities (Regulatory 
Flexibility Act, 5 U.S.C. 605(b)). The principal impact of these 
changes is to provide a procedure for domestic applicants to 
quickly and inexpensively file a provisional application. The 
filing date of the provisional application will not be used to 
measure the term of a patent granted on an application which 
claims the earlier filing date of the provisional application. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in E.O. 12612. 

These final rules contain collections of information subject 
to the requirements of the Paperwork Reduction Act (Act). The 
provisional application has been approved by the Office of 
Management and Budget under control numbers 0651-0031 
and 0651-0032. The cover sheet is approved under OMB control 
number 0651-0037. The cover sheet is necessary to expedite 
the processing of a provisional application and improve quality. 
Public reporting burden for the collection of information on 
the cover sheet is estimated to average 12 minutes per response, 
including the time for reviewing instructions, searching existing 
data sources, gathering and maintaining the data needed, and 
completing and reviewing the collection of information. Send 
comments regarding this burden estimate or any other aspect 
of this collection of information, including suggestions for 
reducing the burden to the Office of Assistance Quality and 
Enhancement Division, Patent and Trademark Office, Wash- 
ington, D.C. 20231, and to the Office of Information and Regu- 
latory Affairs, Office of Management and Budget, Washington, 
D.C. 20503 (ATTN: Paperwork Reduction Act Projects 0651- 
0031, 0651-0032, and 0651-0037). 


List of Subjects 
37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small businesses. 
37 CFR Part 3 

Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts | 
and 3 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 


2. Section 1.1 is amended by adding new paragraph (i) to 
read as follows: 
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§ 1.1 All communications to be addressed to Commis- 
sioner of Patents and Trademarks. 


xe KK * 


(i) The filing of all provisional applications and any commu- 
nications relating thereto should be additionally marked “Box 
Provisional Patent Application.” 


xx KK * 


3. Section 1.9 is amended by revising paragraph (a) to read 
as follows: 


§ 1.9 Definitions. 


(a)(1) A national application as used in this chapter means 
a U.S. application for patent which was either filed in the Office 
under 35 U.S.C. 111, or which entered the national stage from 
an international application after compliance with 35 U.S.C. 
371. 

(2) A provisional application as used in this chapter means 
a U.S. national application for patent filed in the Office under 
35 U.S.C. 111(b). 

(3) A nonprovisional application as used in this chapter 
means a U.S. national application for patent which was either 
filed in the Office under 35 U.S.C. 111(a), or which entered 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371. 


xe KK * 


4. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 


§ 1.12 Assignment records open to public inspection. 


xx Kk * 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in secrecy under § 1.14, or any informa- 
tion with respect thereto, must 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


* KKK * 


5. Section 1.14 is amended by revising paragraph (e) to read 
as follows: 


§ 1.14 Patent applications preserved in secrecy. 


Che ae 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in secrecy pursuant to paragraphs (a) and (b) of this section, 
or any papers relating thereto, must 

(1) Be in the form of a petition and be accompanied by 
the petition fee set forth in § 1.17(i), or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


ke KKK 


6. Section 1.16 is amended by revising paragraphs (a)-(g) 
and by adding new paragraphs (k) and (1) to read as follows: 


§ 1.16 National application filing fees. 


(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small catty (§ 1:91) <......2iccsceicesessescesesseseesses $365.00 
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By other than a small entity ...............:.cscssssessseseeseeeees 730.00 


(b) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each independent claim in excess of 3: 


By a small entity (§ 1.9(f)) .............csesoscscssseeosssessnssenee 30.00 
By other than a small entity 


(c) In addition to the basic filing fee in an original application, 
except provisional applications, for filing or later presentation 
of each claim (whether independent or dependent) in excess 
of 20 (Note that § 1.75(c) indicates how multiple dependent 
claims are considered for fee calculation purposes. ): 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


Beye Gina CAREY (51 9G) ......00scessiscosccascassescssossvansee 120.00 
By other than a small entity .............. cc eseeeseteetceeees 240.00 


(If the additional fees required by paragraphs (b), (c), and 
(d) of this section are not paid on filing or on later presentation 
of the claims for which the additional fees are due, they must 
be paid or the claims canceled by amendment, prior to the 
expiration of the time period set for response by the Office in 
any notice of fee deficiency.) 


(e) Surcharge for filing the basic filing fee or oath or declara- 
tion on a date later than the filing date of the application, except 
provisional applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity ..............::cccscsssseesesesseeeees 130.00 


(f) Basic fee for filing each design application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) Basic fee for filing each plant application, except provi- 
sional applications: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


** KK * 


(k) Basic fee for filing each provisional application: 


BEY BRUNE CAME 6G TID) nn incseseseessscnsscetscsonscsescosese 75.00 
By other than a small entity 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(a)(2)(i)) on a date later than the filing date of the provi- 
sional application: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


**e eK * 


7. Section 1.17 is amended by revising paragraphs (h) and 
(i), and by adding new paragraphs (q), (r) and (s) to read as 
follows: 


§ 1.17 Patent application processing fees. 


** KK * 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 
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§ 1.47 - for filing by other than all the inventors or a person 
not the inventor 

§ 1.48 - for correction of inventorship, except in provisional 
applications 

§ 1.84 - for accepting color drawings or photographs 

§ 1.182 - for decision on questions not specifically provided 
for 

§ 1.183 - to suspend the rules 

§ 1.295 - for review of refusal to publish a statutory invention 
registration 

§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of patent 

§ 1.378(e) - for reconsideration of decision on petition 
refusing to accept delayed payment of maintenance fee in 
expired patent 

§ 1.644(e) - for petition in an interference 

§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference 

§ 1.666(c) - for late filing of interference settlement- 
agreement 

§§ 5.12, 5.13 and 5.14 - for expedited handling of a foreign 
filing license 

§ 5.15 - for changing the scope of a license 

§ 5.25 - for retroactive license 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph................... 130.00 


§ 1.12 - for access to an assignment record 
§ 1.14 - for access to an application 
§ 1.53 - to accord a filing date, except in provisional applica- 
tions 
55 - for entry of late priority papers 
=. to accord a filing date 
- to accord a filing date 
ona) to consider an information disclosure statement 
102 - to make application special 
103 - to suspend action in application 
177 - for divisional reissues to issue separately 
312 - for amendment after payment of issue fee 
313 - to withdraw an application from issue 
314 - to defer issuance of a patent 
§ 1.666(b) - for access to interference settlement agreement 
§ 3.81 - for patent to issue to assignee, assignment submitted 
after payment of the issue fee 


1. 
1. 
1.6 
i 
i 
1. 
i 
1. 
bi 
1. 


§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 
§ 


*x**X eK * 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.48 - for correction of inventorship in a provisional appli- 
cation 

§ 1.53 - to accord a provisional application a filing date or to 
convert an application filed under § 1.53(b)(1) to a provisional 
application 


(r) For entry of a submission after final rejection under 
§ 1.129(a): 


By a armall catity (§1.90})) w<.0.0.000e0ceesscovesessoecseeseseci SOOMOO 
By other than a small Cmtity ..........c<..scccsssesseesessesescee 730.00 


(s) For each additional invention requested to be examined 
under § 1.129(b): 


By a small entity (§ 1.9(f)) ............ccesesseeceeeseseeeeseeeeee 9059-00 
By other than a small entity 00.0.0... ccssessseseeseeeeee 730.00 


8. Section 1.21 is amended by revising paragraph (1) to read 
as follows: 


§ 1.21 Miscellaneous fees and charges. 


The Patent and Trademark Office has established the fol- 
lowing fees for the services indicated: 


x** KK * 
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(1) For processing and retaining any application abandoned 
pursuant to § 1.53(d)(1) unless the required basic filing fee has 


** KK * 


9. Section 1.28 is amended by revising paragraph (a) to read 
as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a) The failure to establish status as a small entity ($§ 1.9(f) 
and 1.27 of this part) in any application or patent prior to 
paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid in full prior to 
establishing status as a small entity may only be obtained if a 
verified statement under § 1.27 and a request for a refund of 
the excess amount are filed within two months of the date of 
the timely payment of the full fee. The two-month time period 
is not extendable under § 1.136. Status as a small entity is 
waived for any fee by the failure to establish the status prior 
to paying, at the time of paying, or within two months of the 
date of payment of, the fee. Status as a small entity must be 
specifically established in each application or patent in which 
the status is available and desired. Status as a small entity in 
one application or patent does not affect any other application 
or patent, including applications or patents which are directly 
or indirectly dependent upon the application or patent in which 
the status has been established. A nonprovisional application 
claiming benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) 
of a prior application may rely on a verified statement filed in 
the prior application if the nonprovisional application includes 
a reference to the verified statement in the prior application or 
includes a copy of the verified statement in the prior application 
and status as a small entity is still proper and desired. Once 
status as a small entity has been established in an application 
or patent, the status remains in that application or patent without 
the filing of a further verified statement pursuant to § 1.27 of 
this part unless the Office is notified of a change in status. 


xe KK * 


10. Section 1.45 paragraph (c) is revised to read as follows: 


§ 1.45 Joint inventors. 


**e KK * 


(c) If multiple inventors are named in a nonprovisional appli- 
cation, each named inventor must have made a contribution, 
individually or jointly, to the subject matter of at least one 
claim of the application and the application will be considered 
to be a joint application under 35 U.S.C. 116. If multiple 
inventors are named in a provisional application, each named 
inventor must have made a contribution, individually or jointly, 
to the subject matter disclosed in the provisional application 
and the provisional application will be considered to be a joint 
application under 35 U.S.C. 116. 


11. Section 1.48 is revised to read as follows: 
§ 1.48 Correction of inventorship. 


(a) If the correct inventor or inventors are not named in a 
nonprovisional application through error without any deceptive 
intention on the part of the actual inventor or inventors, the 
application may be amended to name only the actual inventor 
or inventors. Such amendment must be diligently made and 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the original named inventor or inventors establishing when the 
error without deceptive intention was discovered and how it 
occurred; 

(2) an oath or declaration by each actual inventor or inven- 
tors as required by § 1.63; 

(3) the fee set forth in § 1.17(h); and 
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(4) the written consent of any assignee. When the applica- 
tion is involved in an interference, the petition shall comply 
with the requirements of this section and shall be accompanied 
by a motion under § 1.634. 

(b) If the correct inventors are named in the nonprovisional 
application when filed and the prosecution of the application 
results in the amendment or cancellation of claims so that less 
than all of the originally named inventors are the actual inven- 
tors of the invention being claimed in the application, an amend- 
ment shall be filed deleting the names of the person or persons 
who are not inventors of the invention being claimed. The 
amendment must be diligently made and shall be accompanied 
by: 

(1) A petition including a statement identifying each 
named inventor who is being deleted and acknowledging that 
the inventor’s invention is no longer being claimed in the 
application; and 

(2) The fee set forth in § 1.17(h). 

(c) If a nonprovisional application discloses unclaimed sub- 
ject matter by an inventor or inventors not named in the applica- 
tion, the application may be amended pursuant to paragraph 
(a) of this section to add claims to the subject matter and name 
the correct inventors for the application. 

(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the actual inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the actual inventor or inventors. Such amend- 
ment must be accompanied by: 

(1) a petition including a statement that the error occurred 
without deceptive intention on the part of the actual inventor 
or inventors, which statement must be a verified statement if 
made by a person not registered to practice before the Patent 
and Trademark Office; and 

(2) the fee set forth in § 1.17(q). 

(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention, an amendment may be filed in the 
provisional application deleting the name or names of the person 
or persons who were erroneously named. Such amendment 
must be accompanied by: 

(1) a petition including a statement of facts verified by 
the person or persons whose name or names are being deleted 
establishing that the error occurred without deceptive intention; 

(2) the fee set forth in § 1.17(q); and 

(3) the written consent of any assignee. 


12. Section 1.51 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commis- 
sioner of Patents and Trademarks. 
(1) A complete application filed under § 1.53(b)(1) com- 
prises: 
(i) A specification, including a claim or claims, see §§ 
1.71 to 1.77; 
(ii) An oath or declaration, see §§ 1.63 and 1.68; 
(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 
(iv) The prescribed filing fee, see § 1.16. 
(2) A complete provisional application filed under § 
1.53(b)(2) comprises: 
(i) A cover sheet identifying: 
(A) The application as a provisional application, 
(B) The name or names of the inventor or inventors, 
(see § 1.41), 
(C) The residence of each named inventor, 
(D) The title of the invention, 
(E) The name and registration number of the attorney 
or agent (if applicable), 
(F) The docket number used by the person filing the 
application to identify the application (if applicable), 
(G) The correspondence address, and 
(I) The name of the U.S. Government agency and 
Government contract number (if the invention was made by 
an agency of the U.S. Government or under a contract with an 
agency of the U.S. Government); 
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(ii) A specification as prescribed by 35 U.S.C. 112, first 
paragraph, see § 1.71; 

(iii) Drawings, when necessary, see §§ 1.81 to 1.85; 
and 

(iv) The prescribed filing fee, see § 1.16. 

(b) Applicants are encouraged to file an information disclo- 
sure statement in nonprovisional applications. See §§ 1.97 and 
1.98. No information disclosure statement may be filed in a 
provisional application. 


**e KK * 


13. Section 1.53 paragraphs (a)-(e) are revised to read as 
follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


(a) Any application for a patent received in the Patent and 
Trademark Office will be assigned an application number for 
identification purposes. 

(b)(1) The filing date of an application for patent filed under 
this section, except for a provisional application, is the date 
on which: a specification containing a description pursuant to 
§ 1.71 and at least one claim pursuant to § 1.75; and any 
drawing required by § 1.81(a), are filed in the Patent and 
Trademark Office in the name of the actual inventor or inventors 
as required by § 1.41. No new matter may be introduced into 
an application after its filing date (§ 1.118). If all the names 
of the actual inventor or inventors are not supplied when the 
specification and any required drawing are filed, the application 
will not be given a filing date earlier than the date upon which 
the names are supplied unless a petition with the fee set forth 
in § 1.17(i) is filed which sets forth the reasons the delay in 
supplying the names should be excused. A continuation or 
divisional application (filed under the conditions specified in 
35 U.S.C. 120 or 121 and § 1.78(a)) may be filed under this 
section, § 1.60 or § 1.62. A continuation-in-part application 
may be filed under this section or § 1.62. 

(2) The filing date of a provisional application is the date 
on which: a specification as prescribed by 35 U.S.C. 112, first 
paragraph; and any drawing required by § 1.81(a), are filed in 
the Patent and Trademark Office in the name of the actual 
inventor or inventors as required by § 1.41. No amendment, 
other than to make the provisional application comply with 
all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 
If all the names of the actual inventor or inventors are not 
supplied when the specification and any required drawing are 
filed, the provisional application will not be given a filing date 
earlier than the date upon which the names are supplied unless 
a petition with the fee set forth in § 1.17(q) is filed which sets 
forth the reasons the delay in supplying the names should be 
excused. 

(i) A provisional application must also include a cover 
sheet identifying the application as a provisional application. 
Otherwise, the application will be treated as an application 
filed under § 1.53(b)(1). 

(ii) An application for patent filed under § 1.53(b)(1) 
may be treated as a provisional application and be accorded 
the original filing date provided that a petition requesting the 
conversion, with the fee set forth in § 1.17(q), is filed prior to 
the earlier of the abandonment of the § 1.53(b)(1) application, 
the payment of the issue fee, the expiration of 12 months after 
the filing date of the § 1.53(b)(1) application, or the filing of 
a request for a statutory invention registration under § 1.293. 
The grant of any such petition will not entitle applicant to a 
refund of the fees which were properly paid in the application 
filed under § 1.53(b)(1). 

(iii) A provisional application shall not be entitled to 
the right of priority under § 1.55 or 35 U.S.C. 119 or 365(a) 
or to the benefit of an earlier filing date under § 1.78 or 35 
U.S.C. 120, 121 or 365(c) of any other application. No claim for 
priority under § 1.78(a)(3) may be made in a design application 
based on a provisional application. No request under § 1.293 for 
a statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821-1.825 regarding 
application disclosures containing nucleotide and/or amino acid 
sequences are not mandatory for provisional applications. 
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(c) If any application is filed without the specification, 
drawing or name, or names, of the actual inventor or inventors 
required by paragraph (b)(1) or (b)(2) of this section, applicant 
will be so notified and given a time period within which to 
submit the omitted specification, drawing, name, or names, of 
the actual inventor, or inventors, in order to obtain a filing date 
as of the date of filing of such submission. A copy of the “Notice 
of Incomplete Application” form notifying the applicant should 
accompany any response thereto submitted to the Office. If 
the omission is not corrected within the time period set, the 
application will be returned or otherwise disposed of; the fee, 
if submitted, will be refunded less the handling fee set forth 
in § 1.21(n). Any request for review of a refusal to accord an 
application a filing date must be by way of a petition accompa- 
nied by the fee set forth in § 1.17(i), if the application was 
filed under § 1.53(b)(1), or by the fee set forth in § 1.17(q), 
if the application was filed under § 1.53(b)(2). 

(d)(1) If an application which has been accorded a filing 
date pursuant to paragraph (b)(1) of this section does not include 
the appropriate filing fee or an oath or declaration by the 
applicant, applicant will be so notified, if a correspondence 
address has been provided and given a period of time within 
which to file the fee, oath, or declaration and to pay the sur- 
charge as set forth in § 1.16(e) in order to prevent abandonment 
of the application. A copy of the “Notice to File Missing 
Parts” form mailed to applicant should accompany any response 
thereto submitted to the Office. If the required filing fee is not 
timely paid, or if the processing and retention fee set forth in 
§ 1.21(1) is not paid within one year of the date of mailing of 
the notification required by this paragraph, the application will 
be disposed of. No copies will be provided or certified by the 
Office of an application which has been disposed of or in which 
neither the required basic filing fee nor the processing and 
retention fee has been paid. The notification pursuant to this 
paragraph may be made simultaneously with any notification 
pursuant to paragraph (c) of this section. If no correspondence 
address is included in the application, applicant has two months 
from the filing date to file the basic filing fee, oath or declaration 
and to pay the surcharge as set forth in § 1.16(e) in order to 
prevent abandonment of the application; or, if no basic filing 
fee has been paid, one year from the filing date to pay the 
processing and retention fee set forth in § 1.21(1) to prevent 
disposal of the application. 

(2) If a provisional application which has been accorded a 
filing date pursuant to paragraph (b)(2) of this section does not 
include the appropriate filing fee or the cover sheet required 
by § 1.51(a)(2), applicant will be so notified if a correspondence 
address has been provided and given a period of time within 
which to file the fee, cover sheet and to pay the surcharge as 
set forth in § 1.16(1) in order to prevent abandonment of the 
application. A copy of the “Notice to File Missing Parts” form 
mailed to applicant should accompany any response thereto 
submitted to the Office. If the required filing fee is not timely 
paid, the application will be disposed of. No copies will be 
provided or certified by the Office of an application which has 
been disposed of or in which the required basic filing fee has 
not been paid. The notification pursuant to this paragraph may 
be made simultaneously with any notification pursuant to para- 
graph (c) of this section. If no correspondence address is 
included in the application, applicant has two months from the 
filing date to file the basic filing fee, cover sheet and to pay 
the surcharge as set forth in § 1.16(1) in order to prevent 
abandonment of the application. 

(e)(1) An application for a patent filed under paragraph (b)(1) 
of this section will not be placed upon the files for examination 
until all its required parts, complying with the rules relating 
thereto, are received, except that certain minor informalities 
may be waived subject to subsequent correction whenever 
required. 

(2) A provisional application for a patent filed under para- 
graph (b)(2) of this section will not be placed upon the files for 
examination and will become abandoned no later than twelve 
months after its filing date pursuant to 35 U.S.C. 111(b)(1). 





Marcu 21, 2000 


14. Section 1.55 is revised to read as follows: 
§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a)- 
(d) and 172. The claim to priority need be in no special form and 
may be made by the attorney or agent if the foreign application is 
referred to in the oath or declaration as required by § 1.63. 
The claim for priority and the certified copy of the foreign 
application specified in 35 U.S.C. 119(b) must be filed in the 
case of an interference (§ 1.630), when necessary to overcome 
the date of a reference relied upon by the examiner, when 
specifically required by the examiner, and in all other cases, 
before the patent is granted. If the claim for priority or the 
certified copy of the foreign application is filed after the date 
the issue fee is paid, it must be accompanied by a petition 
requesting entry and by the fee set forth in § 1.17(i). If the 
certified copy filed is not in the English language, a translation 
need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statemer that the translation of the certified 
copy is accurate. The statement must be a verified statement 
if made by a person not registered to practice before the Patent 
and Trademark Office. 

(b) An applicant in a nonprovisional application may under 
certain circumstances claim priority on the basis of one or more 
applications for an inventor’s certificate in a country granting 
both inventor’s certificates and patents. To claim the right of 
priority on the basis of an application for an inventor’s certifi- 
cate in such a country under 35 U.S.C. 119(d), the applicant 
when submitting a claim for such right as specified in paragraph 
(a) of this section, shall include an affidavit or declaration. The 
affidavit or declaration must include a specific statement that, 
upon an investigation, he or she is satisfied that to the best of 
his or her knowledge, the applicant, when filing the application 
for the inventor’ s certificate, had the option to file an application 
for either a patent or an inventor’s certificate as to the subject 
matter of the identified claim or claims forming the basis for 
the claim of priority. 


15. Section 1.59 is revised to read as follows: 


§ 1.59 Papers of application with filing date not to be 
returned. 


Papers in an application which has received a filing date 
pursuant to § 1.53 will not be returned for any purpose whatever. 
If applicants have not preserved copies of the papers, the Office 
will furnish copies at the usual cost of any application in which 
either the required basic filing fee (§ 1.16) or, if the application 
was filed under § 1.53(b)(1), the processing and retention fee 
(§ 1.21(1)) has been paid. See § 1.618 for return of unauthorized 
and improper papers in interferences. 


16. Section 1.60 is amended by revising paragraph (b) to 
read as follows: 


§ 1.60 Continuation or divisional application for invention 
disclosed in a prior nonprovisional application. 


x* KKK * 


(b) An applicant may omit signing of the oath or declaration 
in a continuation or divisional application (filed under the con- 
ditions specified in 35 U.S.C.120 or 121 and § 1.78(a)) if: 

(1) the prior application was a nonprovisional application 
and a complete application as set forth in § 1.51(a)(1); 

(2) applicant indicates that the application is being filed 
pursuant to this section and files a true copy of the prior com- 
plete application as filed including the specification (with 
claims), drawings, oath or declaration showing the signature 
or an indication it was signed, and any amendments referred to 
in the oath or declaration filed to complete the prior application; 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 235 
(110) 


(3) the inventors named in the continuation or divisional 
application are the same or less than all the inventors named 
in the prior application; and 

(4) the application is filed before the patenting, or abandon- 
ment of, or termination of proceedings on the prior application. 
The copy of the prior application must be accompanied by a 
statement that the application papers filed are a true copy of 
the prior complete application. Such statement must be by the 
applicant or applicant’s attorney or agent and must be a verified 
statement if made by a person not registered to practice before 
the Patent and Trademark Office. Only amendments reducing 
the number of claims or adding a reference to the prior applica- 
tion (§ 1.78(a)) will be entered before calculating the filing fee 
and granting the filing date. If the continuation or divisional 
application is filed by less than all the inventors named in the 
prior application, a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed 
in the continuation or divisional application. Except as provided 
in paragraph (d) of this section, if a true copy of the prior 
application as filed is not filed with the application or if the 
statement that the application papers are a true copy is omitted, 
the application will not be given a filing date earlier than the 
date upon which the copy and statement are filed, unless a 
petition with the fee set forth in § 1.17(i) is filed which satisfac- 
torily explains the delay in filing these items. 


** KK * 


17. Section 1.62 is amended by revising paragraphs (a) and 
(e) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


(a) A continuation, continuation-in-part, or divisional appli- 
cation, which uses the specification, drawings and oath or decla- 
ration from a prior nonprovisional application which is 
complete as defined by § 1.51(a)(1), and which is to be aban- 
doned, may be filed under this section before the payment of 
the issue fee, abandonment of, or termination of proceedings 
on the prior application, or after payment of the issue fee if a 
petition under § 1.313(b)(5) is granted in the prior application. 
The filing date of an application filed under this section is the 
date on which a request is filed for an application under this 
section including identification of the application number and 
the names of the inventors named in the prior complete applica- 
tion. If the continuation, continuation-in-part, or divisional 
application is filed by less than all the inventors named in the 
prior application a statement must accompany the application 
when filed requesting deletion of the names of the person or 
persons who are not inventors of the invention being claimed in 
the continuation, continuation-in-part, or divisional application. 


* kK KK * 


(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 


** KK * 


18. Section 1.63 is amended by revising paragraph (a) to 
read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(a)(1)(ii) as a 
part of a nonprovisional application must: 
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(1) Be executed in accordance with either § 1.66 or § 
1.68; 

(2) Identify the specification to which it is directed; 

(3) Identify each inventor and the residence and ccuntry 
of citizenship of each inventor; and 

(4) State whether the inventor is a sole or joint inventor 
of the invention claimed. 


* KX * *K * 


19. Section 1.67 is amended by revising paragraph (b) to 
read as follows: 


§ 1.67 Supplemental oath or declaration. 


** KK * 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(d)(1) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper cases, the oath or declaration here required may be made 
on information and belief by an applicant other than inventor. 


* * * * * 


20. Section 1.78 is amended by revising paragraphs (a)(1) 
and (a)(2) and by adding new paragraphs (a)(3) and (a)(4) to 
read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or international applications designating the United 
States of America. In order for a nonprovisional application to 
claim the benefit of a prior filed copending nonprovisional 
application or international application designating the United 
States of America, each prior application must name as an 
inventor at least one inventor named in the later filed nonprovi- 
sional application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior application must be: 

(i) complete as set forth in § 1.51(a)(1); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(1), 
§ 1.60 or § 1.62 and include the basic filing fee set forth in § 
1.16; or 

(iii) entitled to a filing date as set forth in § 1.53(b)(1) 
and have paid therein the processing and retention fee set forth 
in § 1.21(1) within the time period set forth in § 1.53(d)(1). 

(2) Any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(b)). 

(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed prior to the Saturday, Sunday, or Federal holiday. In 
order for a nonprovisional application to claim the benefit of 
one or more prior filed copending provisional applications, 
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each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 

(i) complete as set forth in § 1.51(a)(2); or 

(ii) entitled to a filing date as set forth in § 1.53(b)(2) 
and include the basic filing fee set forth in § 1.16(k). 

(4) Any nonprovisional application claiming the benefit 
of one or more prior filed copending provisional applications 
must contain or be amended to contain in the first sentence of 
the specification following the title a reference to each such 
prior provisional application, identifying it as a provisional 
application, and including the provisional application number 
(consisting of series code and serial number). 


KKK KK 


21. Section 1.83 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.83 Content of drawing. 


(a) The drawing in a nonprovisional application must show 
every feature of the invention specified in the claims. However, 
conventional features disclosed in the description and claims, 
where their detailed illustration is not essential for a proper 
understanding of the invention, should be illustrated in the 
drawing in the form of a graphical drawing symbol or a labeled 
representation (e.g., a labeled rectangular box). 


* eK K * 
(c) Where the drawings in a nonprovisional application do 


not comply with the requirements of paragraphs (a) and (b) of 
this section, the examiner shall require such additional illustra- 


tion within a time period of not less than two months from the 
date of the sending of a notice thereof. Such corrections are 
subject to the requirements of § 1.81(d). 


22. Section 1.97 is amended by revising paragraph (d) to 
read as follows: 


§ 1.97 Filing of information disclosure statement. 


x**K KK * 


(d) An information disclosure statement shall be considered 
by the Office if filed after the mailing date of either a final 
action under § 1.113 or a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 
provided the statement is accompanied by: 

(1) A certification as specified in paragraph (e) of this 
section; 

(2) A petition requesting consideration of the information 
disclosure statement; and 

(3) The petition fee set forth in § 1.17(i). 


*KXK K * 


23. Section 1.101 is amended by revising paragraph (a) to 
read as follows: 


§ 1.101 Order of examination. 


(a) Nonprovisional applications filed in the Patent and Trade- 
mark Office and accepted as complete applications are assigned 
for examination to the respective examining groups having the 
classes of inventions to which the applications relate. Nonprovi- 
sional applications shall be taken up for examination by the 
examiner to whom they have been assigned in the order in 
which they have been filed except for those applications in 
which examination has been advanced pursuant to § 1.102. See 
§ 1.496 for order of examination of international applications 
in the national stage. 


* * eK * 
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24. Section 1.102 is amended by revising paragraph (d) to 
read as follows: 


§ 1.102 Advancement of examination. 


xe KK * 


(d) A petition to make an application special on grounds 
other than those referred to in paragraph (c) of this section 
must be accompanied by the petition fee set forth in § 1.17(i). 


25. Section 1.103 is amended by revising paragraph (a) to 
read as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
Action will not be suspended when a response by the applicant 
to an Office action is required. 


* kK KK * 


26. A new, undesignated center heading and new section 
1.129 are added to Subpart B - National Processing Provisions 
to read as follows: 


Transitional Provisions 


§ 1.129 Transitional procedures for limited examination 
after final rejection and restriction practice. 


(a) An applicant in an application, other than for reissue or 
a design patent, that has been pending for at least two years 
as of June 8, 1995, taking into account any reference made in 
such application to any earlier filed application under 35 U.S.C. 


120, 121 and 365(c), is entitled to have a first submission 
entered and considered on the merits after final rejection under 
the following circumstances: The Office will consider such a 
submission, if the first submission and the fee set forth in § 
1.17(r) are filed prior to the filing of an appeal brief and prior 
to abandonment of the application. The finality of the final 
rejection is automatically withdrawn upon the timely filing of 
the submission and payment of the fee set forth in § 1.17(r). 
If a subsequent final rejection is made in the application, appli- 
cant is entitled to have a second submission entered and consid- 
ered on the merits after the subsequent final rejection under 
the following circumstances: The Office will consider such a 
submission, if the second submission and a second fee set forth 
in § 1.17(r) are filed prior to the filing of an appeal brief and 
prior to abandonment of the application. The finality of the 
subsequent final rejection is automatically withdrawn upon the 
timely filing of the submission and payment of the second fee 
set forth in § 1.17(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth in § 
1.17(r) having been twice paid will be treated as set forth in 
§ 1.116. A submission as used in this paragraph includes, 
but is not limited to, an information disclosure statement, an 
amendment to the written description, claims or drawings and 
a new substantive argument or new evidence in support of 
patentability. 

(b)(1) In an application, other than for reissue or a design 
patent, that has been pending for at least three years as of 
June 8, 1995, taking into account any reference made in the 
application to any earlier filed application under 35 U.S.C. 120, 
121 and 365(c), no requirement for restriction or for the filing 
of divisional applications shall be made or maintained in the 
application after June 8, 1995, except where: 

(i) the requirement was first made in the application or 
any earlier filed application under 35 U.S.C. 120, 121 and 
365(c) prior to April 8, 1995; 

(ii) the examiner has not made a requirement for restric- 
tion in the present or parent application prior to April 8, 1995, 
due to actions by the applicant; or 

(iii) the required fee for examination of each additional 
invention was not paid. 
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(2) If the application contains more than one independent 
and distinct invention and a requirement for restriction or for the 
filing of divisional applications cannot be made or maintained 
pursuant to this paragraph, applicant will be so notified and 
given a time period to: 

(i) elect the invention or inventions to be searched and 
examined, if no election has been made prior to the notice, and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in excess of one 
which applicant elects; 

(ii) confirm an election made prior to the notice and 
pay the fee set forth in § 1.17(s) for each independent and 
distinct invention claimed in the application in addition to the 
one invention which applicant previously elected; or 

(iii) file a petition under this section traversing the 
requirement. If the required petition is filed in a timely manner, 
the original time period for electing and paying the fee set 
forth in § 1.17(s) will be deferred and any decision on the 
petition affirming or modifying the requirement will set a new 
time period to elect the invention or inventions to be searched 
and examined and to pay the fee set forth in § 1.17(s) for each 
independent and distinct invention claimed in the application 
in excess of one which applicant elects. 

(3) The additional inventions for which the required fee has 
not been paid will be withdrawn from consideration under § 
1.142(b). An applicant who desires examination of an invention 
so withdrawn from consideration can file a divisional applica- 
tion under 35 U.S.C. 121. 

(c) The provisions of this section shall not be applicable to 
any application filed after June 8, 1995. 


27. Section 1.137 is amended by revising paragraph (c) to 
read as follows: 


§ 1.137 Revival of abandoned application. 


**x* ** * 


(c) In all applications filed before June 8, 1995, and in all 
design applications filed on or after June 8, 1995, any petition 
pursuant to paragraph (a) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon equivalent to the period of abandon- 
ment of the application. The terminal disclaimer must also 
apply to any patent granted on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


** eK * 


28. Section 1.139 is added to read as follows: 
§ 1.139 Revival of provisional application. 


(a) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
it is shown to the satisfaction of the Commissioner that the delay 
was unavoidable. Under no circumstances will the provisional 
application be pending after twelve months from its filing date. 
A petition to revive an abandoned provisional application must 
be promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment, and must be accompanied 
by: 

(1) the required response unless it has been previously 
filed; 

(2) the petition fee as set forth in § 1.17(1); and 

(3) a showing that the delay was unavoidable. The showing 
must be a verified showing if made by a person not registered 
to practice before the Patent and Trademark Office. 

(b) A provisional application which has been accorded a 
filing date and abandoned for failure to timely respond to an 
Office requirement may be revived so as to be pending for a 
period of no longer than twelve months from its filing date if 
the delay was unintentional. Under no circumstances will the 
provisional application be pending after twelve months from 
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its filing date. A petition to revive an abandoned provisional 
application must be: 

(1) accompanied by the required response unless it has 
been previously filed; 

(2) accompanied by the petition fee as set forth in § 
1.17(m); 

(3) accompanied by a statement that the delay was 
unintentional. The statement must be a verified statement if 
made by a person not registered to practice before the Patent and 
Trademark Office. The Commissioner may require additional 
information where there is a question whether the delay was 
unintentional; and 

(4) filed either: 

(i) within one year of the date on which the provi- 
sional application became abandoned; or 

(ii) within three months of the date of the first decision 
on a petition to revive under paragraph (a) of this section which 
was filed within one year of the date on which the provisional 
application became abandoned. 

(c) Any request for reconsideration or review of a decision 
refusing to revive a provisional application upon petition filed 
pursuant to paragraphs (a) or (b) of this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. 

(d) The time periods set forth in this section cannot be 
extended, except that the three-month period set forth in para- 
graph (b)(4)(ii) of this section and the time period set forth in 
paragraph (c) of this section may be extended under the provis- 
ions of § 1.136. 


29. Section 1.177 is revised to read as follows: 
§ 1.177 Reissue in divisions. 


The Commissioner may, in his or her discretion, cause several 
patents to be issued for distinct and separate parts of the thing 
patented, upon demand of the applicant, and upon payment of 
the required fee for each division. Each division of a reissue 
constitutes the subject of a separate specification descriptive 
of the part or parts of the invention claimed in such division; 
and the drawing may represent only such part or parts, subject 
to the provisions of §§ 1.83 and 1.84. On filing divisional 
reissue applications, they shall be referred to the Commissioner. 
Unless otherwise ordered by the Commissioner upon petition 
and payment of the fee set forth in § 1.17(i), all the divisions 
of a reissue will issue simultaneously; if there is any controversy 
as to one division, the others will be withheld from issue 
until the controversy is ended, unless the Commissioner orders 
otherwise. 


30. Section 1.312 is amended by revising paragraph (b) to 
read as follows: 


§ 1.312 Amendments after allowance. 


x*K KK * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. 


31. Section 1.313 is amended by revising paragraph (a) to 
read as follows: 


§ 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further 
action at the initiative of the Office or upon petition by the 
applicant. Any such petition by the applicant must include a 
showing of good and sufficient reasons why withdrawal of the 
application is necessary and, if the reason for the withdrawal 
is not the fault of the Office, must be accompanied by the fee 
set forth in § 1.17(i). If the application is withdrawn from issue, 
a new notice of allowance will be sent if the application is 
again allowed. Any amendment accompanying a petition to 
withdraw an application from issue must comply with the 
requirements of § 1.312. 
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32. Section 1.314 is revised to read as follows: 
§ 1.314 Issuance of patent. 


If payment of the issue fee is timely made, the patent will 
issue in regular course unless the application is withdrawn from 
issue (§ 1.313), or issuance of the patent is deferred. Any 
petition by the applicant requesting a deferral of the issuance 
of a patent must be accompanied by the fee set forth in § 1.17(i) 
and must include a showing of good and sufficient reasons 
why it is necessary to defer issuance of the patent. 


33. Section 1.316 is amended by revising paragraph (d) to 
read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


** KK * 


(d) In all applications filed before June 8, 1995, any petition 
pursuant to paragraph (b) of this section not filed within six 
months of the date of abandonment of the application, must 
be accompanied by a terminal disclaimer with fee under § 
1.321 dedicating to the public a terminal part of the term of 
any patent granted thereon equivalent to the period of abandon- 
ment of the application. The terminal disclaimer must also 
apply to any patent granted on any continuing application enti- 
tled under 35 U.S.C. 120 to the benefit of the filing date of 
the application for which revival is sought. 


**X KK * 


34. Section 1.317 is amended by removing and reserving 
paragraph (d): 


§ 1.317 Lapsed patents; delayed payment of balance of 
issue fee. 


x** KK * 


(d) [Reserved] 


**X KK * 


35. Section 1.666 is amended by revising paragraph (b) to 
read as follows: 


§ 1.666 Filing of interference settlement agreements. 


* eK KK 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
person upon petition accompanied by the fee set forth in § 
1.17(i) and on a showing of good cause. 


* KKK 
36. Section 1.701 is added to Subpart F to read as follows: 


§ 1.701 Extension of patent term due to prosecution delay. 


(a) A patent, other than for designs, issued on an application 
filed on or after June 8, 1995, is entitled to extension of the 
patent term if the issuance of the patent was delayed due to: 

(1) interference proceedings under 35 U.S.C. 135(a); 


and/or 

(2) the application being placed under a secrecy order 
under 35 U.S.C. 181; and/or 

(3) appellate review by the Board of Patent Appeals 
and Interferences or by a Federal court under 35 U.S.C. 141 
or 145, if the patent was issued pursuant to a decision reversing 
an adverse determination of patentability and if the patent is 
not subject to a terminal disclaimer due to the issuance of 
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another patent claiming subject matter that is not patentably 
distinct from that under appellate review. 

(b) The term of a patent entitled to extension under paragraph 
(a) of this section shall be extended for the sum of the periods 
of delay calculated under paragraphs (c)(1), (c)(2), (c)(3) and 
(d) of this section, to the extent that these periods are not 
overlapping, up to a maximum of five years. The extension 
will run from the expiration date of the patent. 

(c)(1) The period of delay under paragraph (a)(1) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 

(i) with respect to each interference in which the 
application was involved, the number of days, if any, in the 
period beginning on the date the interference was declared or 
redeclared to involve the application in the interference and 
ending on the date that the interference was terminated with 
respect to the application; and 

(ii) the number of days, if any, in the period beginning 
on the date prosecution in the application was suspended by 
the Patent and Trademark Office due to interference proceed- 
ings under 35 U.S.C. 135(a) not involving the application and 
ending on the date of the termination of the suspension. 

(2) The period of delay under paragraph (a)(2) of this 
section for an application is the sum of the following periods, 
to the extent that the periods are not overlapping: 

(i) the number of days, if any, the application was 
maintained in a sealed condition under 35 U.S.C. 181; 

(ii) the number of days, if any, in the period beginning 
on the date of mailing of an examiner’s answer under § 1.193 
in the application under secrecy order and ending on the date 
the secrecy order and any renewal thereof was removed; 

(iii) the number of days, if any, in the period begin- 
ning on the date applicant was notified that an interference 
would be declared but for the secrecy order and ending on the 
date the secrecy order and any renewal thereof was removed; 
and 

(iv) the number of days, if any, in the period beginning 
on the date of notification under § 5.3(c) and ending on the 
date of mailing of the notice of allowance under § 1.311. 

(3) The period of delay under paragraph (a)(3) of this 
section is the sum of the number of days, if any, in the period 
beginning on the date on which an appeal to the Board of 
Patent Appeals and Interferences was filed under 35 U.S.C. 
134 and ending on the date of a final decision in favor of the 
applicant by the Board of Patent Appeals and Interferences or 
by a Federal court in an appeal under 35 U.S.C. 141 or a civil 
action under 35 U.S.C. 145. 

(d) The period of delay set forth in paragraph (c)(3) shall 
be reduced by: 

(1) any time during the period of appellate review that 
occurred before three years from the filing date of the first 
national application for patent presented for examination; and 

(2) any time during the period of appellate review, as 
determined by the Commissioner, during which the applicant 
for patent did not act with due diligence. In determining the 
due diligence of an applicant, the Commissioner may examine 
the facts and circumstances of the applicant’s actions during the 
period of appellate review to determine whether the applicant 
exhibited that degree of timeliness as may reasonably be 
expected from, and which is ordinarily exercised by, a person 
during a period of appellate review. 


Part 3— Assignment, Recording, and Rights of Assignee 


37. The authority citation for 37 CFR Part 3 continues to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
38. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456). An assignment relating to 
an international patent application which designates the United 
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States of America must identify the international application 
by the international number (e.g., PCT/US90/01234). If an 
assignment of a patent application filed under § 1.53(b)(1) or 
§ 1.62 is executed concurrently with, or subsequent to, the 
execution of the patent application, but before the patent appli- 
cation is filed, it must identify the patent application by its date 
of execution, name of each inventor, and title of the invention so 
that there can be no mistake as to the patent application 
intended. If an assignment of a provisional application is exe- 
cuted before the provisional application is filed, it must identify 
the provisional application by name of each inventor and title 
of the invention so that there can be no mistake as to the 
provisional application intended. 


39. Section 3.81 is amended by revising paragraph (b) to 
read as follows: 


§ 3.81 Issue of patent to assignee. 


KKK K* 


(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in § 1.17(i) of this Chapter. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


April 17, 1995 


[1174 OG 15] 


(111) Terminal Disclaimers Required 
to Overcome Judicially-Created 
Double Patenting Rejections in Utility and Plant 


Applications Filed on or After June 8, 1995 


Section 532 of Public Law 103-465, 108 Stat. 4809 (1994), 
amended 35 U.S.C. § 154(a)(2) to provide that any patent 
issuing on a utility or plant application filed on or after June 
8, 1995 will expire twenty years from its filing date, or, if the 
application claims the benefit of an earlier filed application 
under 35 U.S.C. §§ 120, 121, or 365(c), twenty years from the 
earliest filing date for which a benefit under 35 U.S.C. §§ 120, 
121, or 365(c) is claimed. Therefore, any patent issuing on a 
continuing utility or plant application filed on or after June 8, 
1995 will expire twenty years from the earliest filing date for 
which a benefit is claimed under 35 U.S.C. §§ 120, 121, or 
365(c), subject to the provisions of 35 U.S.C. § 154(b). 


A number of applicants have argued that a terminal dis- 
claimer under 37 C.F.R. § 1.321 should not be required in a 
continuing application filed on or after June 8, 1995 to over- 
come a judicially-created double patenting rejection based upon 
an application for which a benefit is claimed under 35 U.S.C. 
§§ 120, 121, or 365(c), as any patent issuing on such continuing 
application would expire no later than the patent issuing on 
the application which formed the basis for the rejection. The 
above-mentioned amendment to 35 U.S.C. § 154 notwith- 
standing, there are at least two reasons for insisting upon a 
terminal disclaimer to overcome a judicially-created double 
patenting rejection in such an application. 


First: 35 U.S.C. § 154(b) includes provisions for patent term 
extension based upon various prosecution delays during the 
application process. Thus, 35 U.S.C. § 154 does not currently 
ensure that any patent issuing on a continuing utility or plant 
application filed on or after June 8, 1995 will necessarily expire 
twenty years from the earliest filing date for which a benefit 
is claimed under 35 U.S.C. §§ 120, 121, or 365(c). Also, 
legislation is pending in Congress (H.R. 400 and S. 507, 105th 
Cong., Ist Sess. (1997)) that would expand the opportunity for 
adjusting patent terms, prospectively or retroactively, for utility 
and plant applications applied for on or after June 8, 1995. 
Therefore, whether under the present statutory provision or 
pending or future changes to it, the current twenty-year term 
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provision of 35 U.S.C. § 154(a)(2) cannot be relied upon in 
many cases as ensuring the expiration date of a patent issuing 
on a utility or plant application filed on or after June 8, 1995. 


Second: 37 C.F.R. § 1.321(c)(3) requires that a terminal 
disclaimer filed to obviate a double patenting rejection include 
a provision that any patent granted on that application be 
enforceable only for and during the period that the patent is 
commonly owned with the application or patent which formed 
the basis for the rejection. This requirement serves to avoid 
the potential for harassment of an accused infringer by multiple 
parties with patents covering the same patentable invention (37 
C.F.R. § 1.601(n)). See, e.g., In re Van Ornum, 686 F.2d 937, 
944-48, 214 USPQ 761,767-70 (CCPA 1982). Not insisting 
upon a terminal disclaimer to overcome a judicially-created 
double patenting rejection in an application subject to twenty- 
year term under 35 U.S.C. § 154(a)(2) would result in the 
potential for the problem that 37 C.F.R. § 1.321(c)(3) was 
promulgated to avoid. 


Accordingly, a terminal disclaimer under 37 C.F.R. § 1.321 
is (still) required in an application to overcome a judicially- 
created double patenting rejection, even if the application was 
filed on or after June 8, 1995 and claims the benefit under 35 
U.S.C. §§ 120, 121, or 365(c) of the filing date of an application 
which forms the basis for the rejection. Examiners should 
respond to arguments that a terminal disclaimer under 37 C.F.R. 
§ 1.321 should not be required in a continuing application filed 
on or after June 8, 1995 to overcome a judicially-created double 
patenting rejection due to the change to 35 U.S.C. § 154 by 
citing this Official Gazette notice. 


Inquiries regarding this matter should be directed to Senior 
Legal Advisor Robert W. Bahr at (703) 305-9285. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


September 5, 1997 
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Patent Term Extension Information 
under 35 U.S.C. § 154(b) and 37 C.F.R. § 1.701 
Printed on the Notice of Allowance and the Patent 


(112) 


The Patent and Trademark Office has recently implemented a 
new system for automatically calculating and printing on the 
notice of allowance any Patent Term Extension (PTE) to which 
a patent is entitled under 35 U.S.C. § 154(b) and 37 C.F.R. § 
1.701. PTE information will be printed on a notice of allowance 
in the box provided fe and to the right of the first inventor’s 
last name. If the PTE is less than five years, it will be printed 
in days, for example, “35 USC 154(b) term ext. = 365 days.” 
Since the maximum PTE under § 154(b) is five (5) years, if 
the PTE is equal to five (5) years, the system will simply print 
out “35 USC 154(b) term ext. = 5 years.” The PTE information 
printed on the notice of allowance will also be used to print 
PTE information on the face of a patent in generally the position 
for the terminal disclaimer information. 


If an applicant disagrees with the PTE information printed on 
the notice of allowance, the applicant may request review by 
way of a petition under 37 C.F.R. § 1.181. To avoid loss of 
patent term due to the time required to process and decide a 
§ 1.181 petition, the Office will ordinarily not postpone issuance 
of a patent while the petition is pending. If the petition is granted 
after the patent issues, a Certificate of Correction pursuant to 
37 C.F.R. § 1.322 will be issued. If an error is noted after the 
patent issues, the patent owner may seek correction of the PTE 
information printed on the face of a patent by filing a request 
for a Certificate of Correction pursuant to § 1.322. 


Petitions and Certificates of Correction regarding PTE under 
35 U.S.C. § 154(b) should be addressed to “Box DAC, Assistant 
Commissioner for Patents, Washington, D.C. 20231” and will 
be decided in the Special Program Law Office. 


OFFICIAL GAZETTE 
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Inquiries regarding this matter should be directed to Karin 
Tyson or John F. Gonzales, Senior Legal Advisors, at (703) 
305-9285. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


November 3, 1998 


[1217 OG 15] 


Patents to Issue More Quickly 
After Issue Fee Payment 


(113) 


As part of the Patent and Trademark Office’s changes in 
business practices to streamline its processing of patent applica- 
tions, and thereby maximize patent term of patents, the PTO 
has established an objective to issue patents within four weeks 
of payment of the issue fee by July of 1999 instead of the 
current average of three months. To achieve this objective, the 
PTO has changed its processes for publishing patents. In the 
past, the process of electronically capturing the information to 
be printed in a patent was not begun until the issue fee was 
paid and formal drawings were filed. With the old process, 
correspondence submitted after allowance but before payment 
of the issue iee did not delay the patent issue process. Under 
the new process, however, electronic capture of most of the 
information to be printed in a patent shall begin as soon as an 
allowed application is received in Office of Patent Publication, 
which is well before the issue fee is paid. Furthermore, under 
the new process, assignee and attorney information are taken 
from the issue fee transmittal form, PTOL-85B, when the issue 
fee is paid, and after most of the patent document has been 
compiled. 


Any amendments, information disclosure statements, and 
corrected or formal drawings that are filed after allowance of 
the application complicate preparation of the patent document 
and will, most likely, delay issuance of the patent. Accordingly, 
applicants are encouraged to make an effort to file drawings 
suitable for printing (i.e. formal drawings) with the application 
on filing and to file papers such as amendments, information 
disclosure statements, and corrected or formal drawings, as 
soon as possible during examination. If the papers are not filed 
until after allowance, applicants are encouraged to file the 
papers within one month after a Notice of Allowance has been 
received in order to minimize disruption to the printing process. 


Today, many papers are filed in allowed applications that 
unnecessarily delay the issuance of the applications as patents. 
For example, if a request for a corrected filing receipt is filed 
after allowance, the application must be taken out of the printing 
cycle to process the request and issue the corrected filing receipt 
even though a corrected filing receipt is NOT needed to ensure 
that the patent is printed without the errors of the filing receipt. 
A corrected filing receipt is not necessary for correct printing 
because the inventors’ names, the title of the invention and 
any priority information are separately captured by the data 
capture contractor from documents within the application file 
wrapper and not from PALM data (which is used to generate 
the filing receipt). The inventors and the spelling of their names 
are taken from the originally filed executed oath or declaration 
or any later filed papers correcting the information thereon. 
The title of the invention is taken from the application papers 
and any amendments. Foreign priority information is also taken 
from the oath or declaration. 


The processing of requests for corrected filing receipts delays 
the issue process and because such corrected filing receipts are 
not needed in order to have the correct information printed on 
the patent. In view of this and the fact that filing receipts are 
now generated earlier in the application process (see Changes 
In Practice In Supplying Certified Copies And Filing Receipts, 
1199 O.G. 38 (June 10, 1997)), the PTO is changing its practice 
with respect to requests for corrected filing receipts. The new 
practice is that corrected filing receipts will not be mailed after 
the date of mailing of a Notice of Allowance and Issue Fee 
Due unless special circumstances exist which compel such 
action. 
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The duplicate submission of amendments may also delay 
the issue process. If an amendment is faxed to an examiner 
to put the application in condition for allowance, that faxed 
amendment is entered in the file as an official paper. The 
application is subsequently allowed and forwarded to publica- 
tion. If a duplicate amendment is mailed to the PTO, it must 
be matched with the file, and this results in the application 
being extracted from the issue process. The Office must then 
determine whether the paper is in fact a duplicate. This may 
delay the issuance of the patent, especially when the duplicate 
amendment is submitted with or after payment of the issue fee. 
Even when an application is not in the issue process, the same 
correspondence should not be mailed and faxed to the Office, 
since the Office practice, in general, is to discard the duplicate 
copy once it is determined that the paper is a duplicate. Dupli- 
cate filing of papers only cause delays and confusion, unless 
the duplicate has been specifically required by the Office. See 
Manual of Patent Examining Procedure, Section 719.01(a). 


If there are any questions or comments about this change in 
practice, they should be forwarded to Charles Hall, Program 
Analyst, Systems and Contracts Division, Office of Patent Pub- 
lication, by facsimile at (703) 305-4372, by telephone at (703) 
305-8354, or by e-mail at charles.hall@uspto.gov. 


NICHOLAS P. GODICI 
Acting Assistant Commissioner 
for Patents 


February 10, 1999 


[1220 OG 42] 


(114) Filing of Continuing Applications, 
Amendments, or Petitions after Payment of Issue Fee 


The Patent and Trademark Office (PTO) is changing its 
patent publication process such that by July of 1999 the PTO 
will publish utility patents within four weeks of payment of 
the issue fee. See Patents to Issue More Quickly After Issue 
Fee Payment, 1220 Off Gaz. Pat. Office 42 (March 9, 1999). 
This change will impact the timing of the filing of continuing 
applications under 37 CFR 1.53(b). It will also impact the 
PTO’s ability to consider petitions to accept late priority papers 
under 37 CFR 1.55(a), amendments filed under 37 CFR 1.312, 


petitions to withdraw an application from issue under 37 CFR | 


1.313(b), and petitions to issue a patent to the assignee under 
37 CFR 3.81 (b) (assignment filed after issue fee payment). 


The PTO does not currently plan to include design and plant 
patents in the new publication process, but the PTO envisions 
such patents also being printed much more quickly later in the 
year. 


Change to “Issue Notification” procedure: The PTO cur- 
rently mails an Issue Notification, which advises the applicant 
of the projected patent number and issue date, approximately 
four weeks before an application is expected to issue as a 
patent. 


In order to improve the accuracy of the patent number and 
issue date indicated on the Issue Notification under the new 
publication process, a patent number and issue date will not 
be assigned to an application and an Issue Notification will 
not be mailed until the issue fee has been paid and processed 
by the PTO. For an application including formal drawings, the 
PTO will usually process the issue fee about two weeks after 
payment. Since the PTO will be publishing patents within four 
weeks of payment of the issue fee under the new publication 
process, the Issue Notification will be received by applicant 
less than two weeks before the application is expected to issue 
as a patent. 

Filing continuing applications: Since a continuing applica- 
tion (a continuation, divisional, or continuation-in-part) may 
be filed anytime before an application is patented or abandoned, 
applicants will often wait for the Issue Notification before filing 
such: a continuing application. Therefore, the PTO strongly 
advises applicants not to wait for receipt of an Issue Notification 
before filing any desired continuing application. This is because 
applicants will now receive the Issue Notification just shortly 
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before the application will issue as patent (when it may be too 
late to prepare and file a continuing application). Applicants 
are reminded that: (1) the requirement that there be copendency 
for an application to obtain any benefit of the filing date of 
the prior application is a statutory requirement (35 U.S.C. § 
120) which the PTO cannot waive; and (2) the patent statute 
contains no provisions for restoring a patented application 
(unlike an abandoned application) to pending status. 


The PTO specifically advises practitioners to be prepared to 
file any desired application preferably no later than the date 
the issue fee is paid, to avoid issuance of the application before 
the continuing application is filed. Obviously, if the application 
is to be issued as a patent, any continuiig application must be 
filed under 37 CFR 1.53(b), and not as a continued prosecution 
application (CPA) under 37 CFR 1.53(d). 


Petitions and amendments submitted after payment of 
the issue fee: Since the PTO anticipates that an application 
will issue as a patent approximately four weeks after the date 
the issue fee is paid (assuming there are no other outstanding 
requirements), there is little, if any, time for consideration of 
amendments or petitions filed after payment of the issue fee. 
Thus, the PTO encourages applicants to file any necessary 
amendments, assignments, petitions or other papers well prior 
to the date of issue fee payment, preferably shortly after the 
mailing of the notice of allowance. Amendments, assignments, 
petitions or other papers filed after mailing of the notice of 
allowance (except for petitions under 37 CFR 1.313(b)) should 
be addressed to Box Issue Fee, Assistant Commissioner for 
Patents, Washington, D.C. 20231. The PTO cannot ensure that 
any paper filed after payment of the issue fee will reach the 
appropriate PTO official for consideration before the date the 
application issues as a patent. 


Withdrawal from issue: In the event that it is necessary to 
file a petition under 37 CFR 1.313 (b) to withdraw an applica- 
tion from issue after payment of the issue fee, the PTO strongly 
recommends that the petition be clearly marked “Petition under 
37 CFR 1.313(b)” and be either: 


(1) Submitted by facsimile to (703) 308-6916; or 
(2) Hand-carried to the Office of Petitions. 


Otherwise, it is quite possible that the petition will not be 
brought before the appropriate deciding official before the date 
the application issues as a patent. 


The most common petition under 37 CFR 1.313(b) is a 
petition under 37 CFR 1.313(b)(5) to withdraw an application 
from issue for abandonment in favor of a continuing application 
to permit consideration of an information disclosure statement 
(IDS) in the continuing application. In this event, applicants 
are encouraged to file the petition under 37 CFR 1.313(b)(5) 
with a continued prosecution application (CPA) under 37 CFR 
1.53 (d) by facsimile to (703) 308-6916. The petition need not 
be accompanied by the IDS (if the size of the IDS makes its 
submission by facsimile impracticable), but the petition should 
indicate that an IDS will be filed in the CPA if an IDS does 
not accompany the petition under 37 CFR 1.313(b)(5). 


Inquiries concerning this notice should be directed to the 
Office of Petitions Staff at (703) 305-9282. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


{1221 OG 14] 


(115) Change to “Issue Notification” Procedure 

The “Issue Notification” informs applicants of the patent 
number and issue date that has been assigned to a utility, design, 
plant, or reissue application. The “Issue Notification” is now 
being mailed about 10 days before an application issues as a 
patent. 


The process of printing patents has recently been changed 
so that patents are printed more efficiently with patents being 
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issued four weeks after payment of the issue fee and compliance 
with all formal requiremenys. See Patents to Issue More Quickly 
After Issue Fee Payment, 1220 Off Gaz. Pat. Office 42 (March 
9, 1999) and Filing of Continuing Applications, Amendments, 
or Petitions after Payment of Issue Fee, 1221 Off. Gaz. Pat. 
Office 14 (April 6, 1999). In the past, the patent number and 
issue date were assigned before the process of electronic capture 
of the information to be printed as a patent began. If, during the 
electronic capture process, illegible text, undecided petitions, 
unentered amendments or the patent application was otherwise 
not ready to be printed as a patent, a printer query would be 
generated. Since printer queries could not always be resolved 
before the originally scheduled issue date, the applications had 
to be removed from the originally scheduled issue, and assigned 
another patent number and issue date once the query had been 
resolved. This process of assigning a new patent number and 
issue date was inefficient. 


Under the new shortened publication process, however, elec- 
tronic capture of the information to be printed in a patent begins 
as soon as an allowed application is received in Office of Patent 
Publication, which is well before the issue fee is paid. As a 
result, when the issue fee is paid and processed by the Patent 
and Trademark Office (PTO), electronic capture of the data to 
print the application as a patent should have been completed 
and any queries addressed. Thus, under the new process, the 
patent number and issue date are assigned to the application 
approximately two weeks prior to the issue date, with the 
notification being mailed a few days later. The instances of an 
“Issue Notification” being mailed and a patent not issuing on 
the scheduled issue date should be extremely rare. 


As a result of the new process, the PTO will be unable to 
grant a request for an earlier assignment of a patent number 
and issue date or to inform applicants of the patent number 
earlier than the mailing of the “Issue Notification”. 


If there are any questions or comments about this change in 
practice, they should be forwarded to Brian Johnson, Supervi- 
sory Patent Examiner, Systems and Contracts Division, Office 
of Patent Publication, by facsimile at (703) 305-4372, by tele- 
phone at (703) 305-0899, or by e-mail at brianl.johnson @usp- 
to.gov or Karna Cooper, Paralegal Specialist, Office of Patent 
Publication, by facsimile at (703) 305-4372, by telephone at 
(703) 305-5254, or by e-mail at karna.cooper@uspto.gov. 


April 28, 1999 NICHOLAS P. GODICI 
Acting Assistant Commissioner for Patents 


[1222 OG 108] 


(116) Examination of Patent Applications 


Containing Nucleotide Sequences 
I. Introduction 


Biotechnology is expected to be an important growth industry 
from now until well into the twenty-first century, particularly 
in the United States, one which will produce new therapeutics 
for the benefit of mankind. The Patent and Trademark Office 
(PTO) has taken a very active role in working together with 
its customers to simplify and standardize PTO policies and 
procedures and to encourage and promote the growth of this 
industry for the benefit of humanity. 


For at least a decade, researchers in the biotechnology 
industry have been filing patent applications claiming isolated 
DNA or RNA sequences of nucleotides, referred to as nucleo- 
tide or nucleic acid sequences. Scientific and technological 
advances now permit researchers to identify large numbers of 
gene sequences rapidly. The ease of using automated techniques 
for sequencing large numbers of nucleotides in a nucleic acid 
has resulted in the filing of a growing number of patent applica- 
tions, many of which recite thousands of individual nucleotide 
sequences with each sequence reciting at least several hundred 
nucleotides. The examination of these applications presents 
unprecedented search and examination challenges, even with 
the most modern, up-to-date equipment. 
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Faced with these challenges, the PTO held public hearings 
on issues relating to patent protection of nucleotide sequences 
on April 16, 1996, in San Diego, California and on April 
23, 1996, in Arlington, Virginia. At those hearings, the PTO 
received several recommendations that restriction practice pur- 
suant to 35 U.S.C. § 121 should be applied to patent applications 
claiming nucleotide sequences. 


This Notice responds to comments received during the hear- 
ings. This Notice clarifies PTO’s policy for examination of 
patent applications that claim large numbers of nucleotide 
sequences. 


Il. The PTO Will Permit Applicants to Claim Up to Ten 
Independent and Distinct Nucleotide Sequences In One 
National Application 


By statute, “[i]f two or more independent and distinct inven- 
tions are claimed in one application, the Commissioner may 
require the application to be restricted to one of the inventions.” 
35 U.S.C. § 121. Pursuant to this statute, the Rules of Practice 
in Patent Cases provide that “[i]f two or more independent 
and distinct inventions are claimed in a single application, the 
examiner in his action shall require the applicant . . . to elect 
that invention to which his claim shall be restricted.” 37 CFR 
1.142(a). See also 37 CFR 1.141 (a). 


Nucleotide sequences encoding different proteins are struc- 
turally distinct chemical compounds and are unrelated to one 
another. These sequences are thus deemed to normally consti- 
tute independent and distinct inventions within the meaning of 
35 U.S.C. § 121. Absent evidence to the contrary, each such 
nucleotide sequence is presumed to represent an independent 
and distinct invention, subject to a restriction requirement pur- 
suant to 35 U.S.C. § 121 and 37 CFR 1.141 et seg. Nevertheless, 
to further aid the biotechnology industry in protecting its intel- 
lectual property without creating an undue burden on the Office, 
the Commissioner has decided sua sponte to partially waive the 
requirements of 37 CFR 1.141 et seg. and permit a reasonable 
number of such nucleotide sequences to be claimed in a single 
application. 


Accordingly, in most cases, up to ten (10) independent and 
distinct nucleotide sequences will be examined in a single 
application without restriction. It has been determined that 
normally ten sequences constitute a reasonable number for 
examination purposes. The PTO believes that allowing appli- 
cants to claim up to ten (10) independent and distinct nucleotide 
sequences in a single application will promote efficient, cost- 
effective examination of these types of applications. In addition 
to the specifically selected sequences, those sequences which 
are patentably indistinct from the selected sequences will also 
be examined. Furthermore, nucleotide sequences encoding the 
same protein are not considered to be independent and distinct 
inventions and will continue to be examined together. 

In some exceptional cases, the complex nature of the claimed 
material, for example a protein amino acid sequence reciting 
three dimensional folds, may necessitate that the reasonable 
number of sequences to be selected be less than ten (10). In 
other cases, applicants may petition pursuant to 37 CFR 1.181 
for examination of additional nucleotide sequences by pro- 
viding evidence that the different nucleotide sequences do not 
cover independent and distinct inventions. 


III. Under the Unity of Invention Standard in an Interna- 
tional Application or National Stage Application Filed 
Under 35 U.S.C. § 371, Up to Ten Nucleotide Sequences 
Will Be Searched and/or Examined Without Payment of 
An Additional Fee 


International applications filed under the Patent Cooperation 
Treaty (PCT) and national stage applications filed under 35 
U.S.C. § 371 will be treated in a similar manner. Under 37 
CFR 1.475 and 1.499 et seg., when claims do not comply with 
the requirement of unity of invention, i.e., when the claimed 
subject matter does not involve “one or more of the same or 
corresponding special technical features,” 37 CFR 1.475(a), an 
additional fee is required to maintain the claims in the same 
application. 37 CFR 1.476(b). 
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The Commissioner has decided sua sponte to partially waive 
37 CFR 1.475 and 1.499 et seq. to permit applicants to claim 
up to ten (10) nucleotide sequences which do not have the 
same or corresponding special technical feature, without the 
payment of an additional fee. The PCT permits inventions 
which lack unity of invention to be maintained in the same 
international application for the payment of additional fees. 
Thus, in international applications, for each group for which 
applicant has paid additional international search and/or prelim- 
inary examination fees, the PTO has determined that up to four 
(4) such additional sequences per group is a reasonable number 
for examination. Further, claims directed to the selected 
sequences will be examined with claims drawn to any sequence 
combinations which have a common technical feature with the 
selected sequences. Nucleotide sequences encoding the same 
protein are considered to satisfy the unity of invention standard 
and will continue to be examined together. 


IV. Examples of Nucleotide Sequence Claims That Are the 
Subject of this Notice 


Examples of typical nucleotide sequence claims impacted 
by this Notice include: 


(1) an isolated and purified DNA fragment comprising DNA 
having at least 95% identity to a DNA sequence selected from 
SEQ ID Nos. 1-1,000; 


(2) a combination of DNA fragments comprising SEQ ID 
Nos. 1-1,000; and 


(3) acombination of DNA fragments, said combination con- 
taining at least thirty different DNA fragments selected from 
SEQ ID Nos. 1-1,000. 


Applications claiming more than ten (10) individual indepen- 
dent and distinct nucleotide sequences in alternative form, such 
as set forth in example 1, will be subject to a restriction require- 
ment. Only the ten (10) nucleotide sequences selected in 
response to the restriction requirement and any other claimed 
sequences which are patentably indistinct therefrom will be 
examined. 


Applications claiming only a combination of nucleotide 
sequences, such as set forth in example 2, will generally not 
be subject to a restriction requirement. The presence of one 
novel and nonobvious sequence within the combination will 
render the entire combination allowable. The combination will 
be searched until one nucleotide sequence is found to be allow- 
able. The order of searching will be chosen by the examiner 
to maximize the identification of an allowable sequence. If no 
individual nucleotide sequence is found to be allowable, the 
examiner will consider whether the combination of sequences 
taken as a whole renders the claim allowable. 


Applications containing only composition claims reciting 
different combinations of individual nucleotide sequences, such 
as set forth in example 3, will be subject to a restriction require- 
ment. Applicants will be required to select one combination 
for examination. If the selected combination contains ten or 
fewer sequences, all of the sequences of the combination will 
be searched. If the selected combination contains more than 
ten sequences, the combination will be examined following the 
procedures set forth above for example 2. More specifically, 
the combination will be searched until one nucleotide sequence 
is found to be allowable with the examiner choosing the order 
of search to maximize the identification of an allowable 
sequence. The identification of any allowable sequence(s) will 
cause all combinations containing the allowed sequence(s) to 
be allowed. 


In applications containing all three claims set forth in exam- 
ples 1-3, the PTO will require restriction of the application to 
ten sequences for initial examination purposes. Based upon the 
finding of allowable sequences, claims limited to the allowable 
sequences as in example 1, all combinations, such as in exam- 
ples 2 and 3, containing the allowable sequences and any patent- 
ably indistinct sequences will be rejoined and allowed. 

Rejoinder will be permitted for claims requiring any allow- 
able sequence(s). Any claims which have been restricted and 
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non-selected and which are limited to the allowable sequence(s) 
will be rejoined and examined. 


V. Other Possible Solutions 


The PTO is pursuing other possible ways to efficiently 
examine applications that claim large numbers of nucleotide 
sequences, including the following: 


A. Software Development - Using private contractors, the 
PTO will attempt to identify, modify or develop software tools 
to aid in searching and the analysis of search results. 


B. Feedback - The PTO will pursue and evaluate suggestions 
from applicants, members of the bar, industry, scientists, gov- 
ernment, and inventors. 


C. International Cooperation - The PTO will encourage 
greater cooperation between the other patent offices of the 
world in the area of biotechnology. The PTO will work with 
these offices to share resources thereby minimizing duplication 
of search and examination. 


D. PTO Outside Search Center - The PTO will explore the 
possibility of establishing an outside search center which would 
perform standard searches for all patent applicants submitting 
applications containing nucleotide sequences. 


E. Search Standards - The PTO will explore the possibility 
of establishing quality and proficiency standards for prior art 
searches so that applicants can perform their own pre-examina- 
tion searches. Applicants could then submit their searches with 
their applications, and the PTO could examine applications 
based on applicants’ searches. 


F. Communication - The PTO will communicate its proce- 
dures for searching the prior art and how the current hardware 
and software have been optimized for examination needs. 


Any questions, comments or suggestions regarding this 
Notice should be directed to Esther M. Kepplinger, Supervisory 
Primary Examiner, Group Art Unit 1302: by mail to Box Com- 
ments-Patents, Assistant Commissioner for Patents, Wash- 
ington, DC 20231; by FAX to (703) 305-3601; or by electronic 
mail addressed to ekepplin@uspto.gov. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 17, 1996 


[1192 OG 68] 


PrintEFS 
An Aid for Preparing Bibliographic 
Information for a U.S. Patent Application 


The U.S. Patent and Trademark Office (PTO) is pleased to 
offer anew program on its Internet web site entitled “PrintEFS.” 
This program will assist applicants in preparing a standard 
application data sheet and printing it to paper in a machine- 
readable format. When a PrintEFS application data sheet is 
submitted with a new patent application, it enables the PTO 
to electronically capture patent application bibliographic infor- 
mation from that sheet greatly reducing the PTO’s processing 
time for providing the applicant with an automatic e-mail or 
fax acknowledgement of papers received. 


Bibliograhic information includes, for example, the name 
and address of the applicant, the title of the invention, and the 
address of the applicant’s representative. Electronic capture 
of the bibliographic information, from a properly formatted 
application data sheet, improves the accuracy of patent applica- 
tion information. This, then, results in more accurate filing 
receipts and other records. It also accelerates the initial review 
process primarily by reducing the time spent searching various 
patent application papers to locate the bibliographic informa- 
tion. Additionally, the need for manual entry of this information 
into PTO information systems is greatly reduced. 
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The application data sheets can be, and have previously been, 
produced by hand or by a word processing template. The new 
PrintEFS system however, is easier for the applicant and pro- 
duces a far more accurate application data sheet. Applicants 
who have been using the previously distributed application data 
sheets are urged to try the PrintEFS system. 


Acquiring PrintEFS: 


Applicants with computer access to the Internet can use the 
PrintEFS system by this two step process: 


(1) First, the user downloads and installs on his or her com- 
puter a reusable InternetForms Viewer and the PrintEFS 
authoring tool. 

(2) Second, the user runs the PrintEFS program to produce 
an application data sheet which may be printed and submitted 
with a new patent application. The viewer and authoring tool 
may be reused. 


The viewer and the authoring tool are obtained by clicking 
the Download Viewer and Download Form links at the USPTO 
web site, http://www.uspto.gov/printefs. The viewer is an 
Internet Web browser extension that was supplied by Unisoft 
Wares Incorporated (UWI). Users install the viewer and the 
authoring tool by double clicking each saved file (viewer and 
authoring tool) and following the install instructions provided 
within each program. 

PrintEFS Technical Requirements: 


The following computer hardware, software, and peripherals 
are needed: 


(1) An IBM-compatible computer with Pentium 133 or above 
(Pentium 200 or above recommended), 24 MB RAM (32 MB 
recommended); 

(2) 20MB disk space; 

(3) Windows 95, Windows 98, or Windows NT; 

(4) An Internet Service Provider; 

(5) A web browser such as Netscape 3.0, Internet Explorer 
3.0, or later versions; 

(6) A mouse; and 

(7) A printer. 


Using PrintEFS: 


The PrintEFS authoring tool consists of the data entry screens 
listed below. The applicant must provide the requested informa- 
tion that is relevant to the application being submitted in the 
following categories: 


(1) Inventor Information 

(2) Correspondence Information 
(3) Application Information 

(4) Representative Information 
(5) Prior Foreign Information 
(6) Continuity Information. 


The program includes easy-to-use tools such as indicators 
for mandatory fields, drop-down lists, checkboxes. and tool 
tips. The program also verifies the format of the information 
that the applicant enters in each data entry field, and validates 
the information where possible. It then prints the application 
data sheet(s) for the applicant to submit to the PTO with his 
or her new patent application. The applicant may print a copy 
of the data entry screens at any time, with filled information 
fields or blank fields, and can save the entry screens to a file 
for reuse. The applicant may later retrieve and modify the saved 
data entry screens for other applications. 


When a properly entered PrintEFS application data sheet 
accompanies a new patent application a courtesy acknowledge- 
ment will be sent to the electronic mail address applicant has 
provided. It will indicate that the PTO has received and is 
processing the patent application. If an electronic mail address 
is not provided, the courtesy acknowledgement will be sent to 
the applicant using the fax telephone number listed in the 
correspondence information, if any. 


The use of PrintEFS and the use of the application data sheet 
are optional. If an application data sheet is submitted in an 
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application, the applicant should carefully check the informa- 
tion he or she provides in the application data sheet as this 
information will be used to establish the PTO records for the 
application. If information on the application data sheet is 
different from information provided in the oath or declaration 
under 37 CFR 1.63, the information provided in the application 
data sheet will still be used to establish PTO records for the 
application. A supplemental application data sheet may be sub- 
mitted to correct or update information provided in a previous 
application data sheet. A supplemental oath or declaration under 
37 CFR 1.67 may be required if information provided in the 
oath or declaration under 37 CFR 1.63 is not correct. 


Review Under the Paperwork Reduction Act of 1995: 


The information collection involved in this notice is subject to 
the Paperwork Reduction Act of 1995 (44 U.S.C. §3501 et 
seq), and his been reviewed by the Office of Management and 
Budget (OMB). This review is under OMB control number 
0651-0032 and is approved through September 30, 2000. This 
collection of information is required by 35 U.S.C. §111, 112, 
113, 115, 119, and 120. Use of the PrintEFS program and 
the application data sheet format are voluntary. Information 
submitted by applicant will be treated confidentially in accor- 
dance with 35 U.S.C. §122 and 37 C.F.R. §1.14. The USPTO 
estimatesthat it will take an applicant 19 minutes to download 
and install the Internetforms viewer if they are using a 28.8K 
modem or 11 minutes if they are using a 56.6K modem. It will 
then take the applicant an additional 12 minutes to read and 
understand the instructions, gather and enter the information, 
and to print the bibliographic information.Since the viewer only 
needs to be downloaded and installed on, it will only take the 
public 12 minutes to complete the bibliographic information 
after the first time the PrintEFS authoring tool is used. The 
USPTO anticipates that it will take the same amount of time 
to complete and print the PrintEFS application data sheet as it 
does to use alternativemeans to create the same paper printed 
output 


For Further Information: 


A copy of the PrintEFS Authoring Guide can be downloaded 
from the USPTO’s Internet Website at www.uspto.gov/Prin- 
tEFS. For Further Information Contact: The USPTO Patent 
Assistance Center at 1-800-786-9199 or send an electronic 
message to PrintEFS@ uspto.gov. 


NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patent Process Services 


August 6, 1999 


[1225 OG 129} 


(118) Applicant Aid for Biotechnology 
Computer Readable Form (CRF) 


Sequence Listings Submissions 


The Patent and Trademark Office (PTO) has developed a 
computer program, called Checker, that will aid applicants in 
identifying and correcting errors prior to making submissions 
for compliance with the Requirements for Patent Applications 
Containing Nucleotide Sequence and/or Amino Acid Sequence 
Disclosures (sequence rules: 37 CFR 1.821 through 1.825). 
(Final rules were published in the Federal Register (55 FR 
18230) on May 1, 1990, and in the PTO Official Gazette (1114 
Off.Gaz.PatOffice 29) on May 15, 1990.) 


Checker is a DOS-based software program that is intended 
to assist users in determining whether errors may be present 
in the sequence listings, and is not intended to guarantee that 
the submission is error-free. 


The most current version of the software will be available 
via computer downloading (details below). Copies on diskette 
are also available. Updated software versions will not be auto- 
matically mailed out; any updates will be announced in the 
PTO Official Gazette. 
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The software can be accessed/requested in the following 
locations: 


1) Dial-up access to the Patent and Trademark Office Bulletin 
Board System. Phone number: 703-305-8950 
Cost: Free-of-charge 


2) Dial-up access through the Internet. FTP site: ftp.uspto.gov 
Login as “anonymous”. Software is in directory /pub/checker 
Cost: Free-of-charge 


3) For diskette copies, telephone requests to 703-308-0322. 
Cost: $25.00 


For Further Information Contact: Meredith Beckhardt at 
703-308-4212. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


February 14, 1995 


[1172 OG 33] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 5 
Patent Law Foreign Filing Amendments 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of Final Rulemaking 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to implement the 
Patent Law Foreign Filing Amendments Act of 1988, Subtitle B 
of Public Law 100-418. The rules reflect changes made to 35 
U.S.C. 184 which specify that a license is not required to, 
file amendments, modifications, and supplements containing 
additional subject matter to a previously licensed foreign patent 
application if such amendments, modifications, and supple- 
ments do not change the general nature of the invention dis- 
closed in the application in a manner which would require 
a corresponding United States patent application to be made 
available for national security inspection under 35 U.S.C. 181. 
These regulatory changes are applicable to most existing foreign 
filing license holders if their patent application did not undergo 
security inspection under 35 U.S.C 181. Also, under the rules, 
a retroactive foreign filing license may be granted in situations 
where a proscribed foreign filing occurred through error and 
without deceptive intent as opposed to the earlier standard of 
inadvertence. 

Effective Date: Feb. 19, 1991. 

Supplementary Information: A notice of proposed rulemaking 
was published in the Federal Register at 55 Fed. Reg. 24270- 
24275 (June 15, 1990) and at 1116 Official Gazette 21-25 (July 
10, 1990). No oral hearing was held. Three written comments 
on the proposed rulemaking were received. The comments 
received and replies thereto are listed below. 

The rules are intended to implement the Patent Law Foreign 
Filing Amendments Act of 1988, Subtitle B of Public Law 
100-418 (hereinafter the Act), which amended §§ 184, 185 and 
186 of Title 35, United States Code, in order to simplify the 
procedures for United States inventors filing and prosecuting 
patent applications in foreign countries. The Office has not 
made any rule changes to implement the amendments to 35 
U.S.C. 185 or 186 since these changes affect matters outside 
its jurisdiction. 

Section 184 of Title 35 is intended to protect United States 
national security interests by preventing the disclosure of poten- 
tially sensitive inventions made in the United States to foreign 
nationals by the act of filing a patent application in foreign 
countries. An inventor may not apply for a foreign patent on 
an invention made in the United States until at least six (6) 
months after the inventor has filed a United States patent appli- 
cation unless the inventor receives a license from the Office 
permitting an earlier foreign filing. This six month period 
assures the Office the opportunity to screen applications for 
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information the disclosure of which might be detrimental to 
the national security. Also, § 184, as originally enacted, author- 
ized the Office to grant a retroactive license for an unlicensed 
foreign filing of a patent application if the foreign filing was 
inadvertent and if the disclosure of the subject matter in the 
application would not be detrimental to United States security 
interests. 


The original regulatory implementation of 35 U.S.C. 184 
required applicants to obtain a license not only for the original 
foreign patent application but also for the filing of almost 
any information in support of the application, thereby creating 
administrative problems for United States inventors seeking 
foreign patent protection. For example, foreign patent offices 
often demand that additional technical data, such as the melting 
point of a chemical, be added to a patent application. An addi- 
tional foreign filing license was usually required before the 
inventor could submit modifications, amendments, or supple- 
ments to a previously licensed foreign patent application, 
regardless of how trivial the change might be. 

Recognizing the problems involved in obtaining these addi- 
tional licenses, the Office promulgated rules in 1984 (see § 
5.15(a) and 49 Fed. Reg. 13456 (April 4, 1984)) to streamline 
the licensing procedure. The 1984 rule change provided that 
an inventor could obtain in applications, the disclosure of the 
content of which is not potentially detrimental to United States 
security interests, a license which permitted the foreign filing 
of modifications, amendments, and supplements without further 
licensing if such changes were within the scope or character 
of the originally licensed invention ( § 5.15(a)). The 1984 rule 
change, however, could not be made retroactive, and therefore 
had no effect on licenses granted under the old system. If an 
applicant wished to broaden a pre-April 4, 1984, foreign filing 
license to the scope allowed by§ 5.15(a), this involved filing 
a separate petition under§ 5.15(c) in each application. 

The present Act clarifies the statutory basis for the current 
Patent and Trademark Office rules by providing that inventors, 
in most circumstances, are not required to obtain an additional 
license to file modifications, amendments, and supplements to 
their foreign applications for which a foreign filing license has 
been obtained under § 5.15(a). Unlike the previous Office rules, 
these rules broaden the scope of most existing licenses, provided 
that the conditions contained in the Act are met. 


The Act and these rules also address difficulties associated 
with attempts to procure a retroactive foreign filing license. 
Some applicants faced loss of their patent rights due to improper 
foreign filings even though they believed, in good faith, that 
a license was not necessary for certain minor changes to their 
foreign application. Court decisions have held that supple- 
mental information filed abroad was exempt from the license 
requirement only when it was recited verbatim in the United 
States patent application, or was so commonly known that it 
could have been said to have been expressly disclosed in the 
United States application. Jn re Gaertner, 604 F.2d 1348, 202 
USPQ 714 (CCPA 1979). If a patent applicant did not obtain 
a foreign filing license from the Office, any corresponding 
United States patent was at risk of being held invalid under 
35 U.S.C. 185 if technical information was added to the foreign 
application, even if the technical information was completely 
unrelated to United States security interests. 

Loss of United States patent rights subsequent to an “inadver- 
tent” unlicensed foreign filing could be avoided if a retroactive 
license was obtained under 35 U.S.C. 184. Twin Disc, Inc. v. 
United States, 10 Cl. Ct. 713, 231 USPQ 417 (Ct. Cl. 1986) 
and Minnesota Mining and Manufacturing Co. v. Nortor: Co., 
366 F.2d 238, 151 USPQ 1 (6th Cir. 1966), cert. denied, 385 
U.S. 1005 (1967). While the Gaertner decision defined a broad 
range of circumstances under which a foreign filing license 
would be required, other court decisions made correction of 
licensing errors difficult by setting forth various strict interpre- 
tations of the standard of “inadvertence.”” Compare /ron Ore 
Co. of Canada v. Dow Chemical Co., 177 USPQ 34 (D. Utah 
1972), aff'd, 500 F.2d 189, 182 USPQ 520 (10th Cir. 1974) 
and Reese v. Dann, 391 F. Supp. 12, 185 USPQ 492 (D.D.C. 
1975). An inventor could fail to meet the standard of “inadver- 
tence” even if the information disclosed was not significant 
in nature and did not contain any sensitive national security 
information. For example, one decision suggested that the filing 





1232 OG 246 
(119) 

of information abroad was intentional because the inventor first 
considered the applicability of § 184. Shelco, Inc. v. Dow 
Chemical Co., 322 F. Supp. 485, 168 USPQ 395 (N.D. Ill. 
1970), aff'd, 466 F.2d 613, 173 USPQ 451 (7th Cir. 1972), 
cert. denied, 409 U.S. 876 (1972). Under the Shelco standard, if 
supplemental information had been filed abroad as a considered, 
willful act, even though done through error in the belief that 
the information disclosed abroad did not exceed the scope of 
the disclosure in the United States patent application, the filing 
would not be “inadvertent”; and, therefore, the subject informa- 
tion could not qualify for a retroactive license. 


The Act addresses these problems, and the rules implement 
the intention of the Act. The Act changes the language of the 
statute to provide that an inventor may receive a retroactive 
license if the inventor can show that the premature filing of a 
foreign patent application, or the submission of supplemental 
information in support of a foreign patent application, was made 
“through error and without deceptive intent.” This criterion is 
equivalent to that for reissue of a patent under 35 U.S.C. 251 
to correct errors made without any deceptive intention. The 
reissue error requirement has been considered by the courts. 
See, e.g., In re Weiler, 790 F.2d 1576, 229 USPQ 673 (Fed. 
Cir. 1986) and Jn re Wadlinger 496 F.2d 1200, 181 USPQ 826 
(CCPA 1974). The applicant for a retroactive license also must 
show that the foreign filing did not disclose any information 
detrimental to the national security and that diligence was exer- 
cised in seeking a retroactive license once the applicant became 
aware of the proscribed foreign filing. 


The Act became effective on August 23, 1988, but it does 
not affect any final decision made by the Office or a court, 
nor the rights or liabilities of any party under a patent in a 
case pending before a court on the above date or under any 
subsequent patent deriving priority rights from such patent 
under 35 U.S.C. 120 or 121. Therefore, the retroactive effect 
of the Act and the rules is limited. 


Comments on the Proposed Rules 


Comment 


One comment stated that the discussion in the proposed 
rulemaking of the modification of the standard for obtaining 
a retroactive license from inadvertence to “through error and 
without deceptive intent” should have included a reference to 
In re Wadlinger, 492 F.2d 1200, 181 USPQ 826 (CCPA 1974) 
rather than to In re Weiler, 790 F.2d 1576, 229 U8PQ 673 
(Fed. Cir. 1986) The comment stated that Wadlinger was a 
more appropriate and illustrative case because it discusses more 
fully the meaning of the term “error” as encompassing “inadver- 
tence, accident or mistake” and as having a very broad meaning. 
The comment also noted that Wadlinger was referenced in 
comments made in the hearing on the proposed legislation as 
indicative of the reissue standard being applied to retroactive 
license requests 

Reply 

A citation to Jn re Wadlinger has been added to the citation 
of In re Weiler in the discussion of the final rules. It was not 
the intent of the Office by citing the Weiler case to suggest 
that decisions on petitions for the grant of retroactive licenses 
would be limited by that case. Decisions are based on the 
particular facts in each case and the entire body of law with 
respect to the standard of “through error and without deceptive 
intent.” 


Comment 


A comment stated that the Office should provide additional 
examples in the explanatory text in the final rule as to changes 
that may be made to foreign applications that have been licensed 
under 37 CFR 5.15(a) without obtaining any additional license. 
The comment pointed out that examples were given in the 1984 
rulemaking. 

Reply 

The list of examples presented at the time that 37 CFR 5.15(a) 
was adopted in 1984 was not intended to be all-inclusive. The 
Office is not aware of any judicial decisions setting limits to 
changes that may be made under a 5.15(a) license. Depending 
on the nature and the criticality, changes in temperature, por- 
tions, size, etc., outside of a previously disclosed value or range 


OFFICIAL GAZETTE 


Marcu 21, 2000 


that do not change the general nature of the invention from 
what was previously disclosed are within the scope of a § 
5.15(a) license. However, if the newly disclosed value or range 
does change the general nature of the invention from that of 
the originally disclosed value or range, then a separate license 
is required. Likewise, new species or subcombinations of a 
previously disclosed genus or combination would appear to 
require an additional license to include such a change in a 
foreign application. 


Comment 


One comment stated that the Office should provide clarifica- 
tion of the attorney’s ability to make decisions as to whether 
or not the added subject matter, in his opinion, changes the 
general nature of the invention. 


Reply 


Not only does the attorney have the ability to make the 
decision as to whether or not the additional subject matter 
changes the general nature of the invention, the attorney has 
the responsibility to do so. The Office will not give advisory 
opinions on whether an additional license is necessary, and 
will treat any provisional requests for a prospective or retroac- 
tive license as a request for a license. The procedure of the 
Office resolving any questions as to the security inspection 
status of any changes to previously licensed material is intended 
to apply only to those changes that have been submitted to the 
Office, i.e., the Office will reply to any inquiry as to whether 
previously submitted subject matter underwent, or should have 
undergone, security review. 

Comment 


One comment questioned what would happen if an attorney 
on considered judgment, honestly believed that a supplement 
did not change the general nature of a licensed invention, but 
that judgment later proved to be erroneous. 

Reply 

The Act and the rules now provide for a retroactive license 
to be granted in situations where it can be shown that a filing 
was made without a license through error and without deceptive 
intent. Thus, a retroactive license could be sought under § 5.25. 


Discussion Of Specific Rule Changes 


Section 5.11(a), as amended, specifies when a license is 
required before filing any foreign application for patent, 
including any modifications, amendments and supplements or 
divisions thereof. Section 5.11(a) adopts the statutory definition 
of “application” in 35 U.S.C. 184. Also, the rule, as amended, 
clarifies that the provisions of this section apply only to inven- 
tions made in the United States as stated in 35 U.S.C. 184. 
However, where an improvement or modification to a foreign- 
origin invention is made in the United States, a license would 
be required for the additional subject matter. The language 
proposed for § 5.11(e)(3) has been redrafted for clarity but still 
provides that an inventor need not obtain a supplemental license 
to file modifications, amendments and supplements containing 
subject matter not disclosed in, or divisions of, a foreign applica- 
tion for which an initial foreign filing license was not required, 
as long as the corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181 and § 5.1 and the changes did not alter the general nature 
of the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. The need for a supplemental 
license depends on whether the changes altered the general 
nature of the invention, rather than the label applied to the 
changes, i.e., “Continuation”, “Continuation In-Part”, “Divi- 
sion’, etc. 


Authorized parties may determine whether a particular appli- 
cation was forwarded to the defense agencies for inspection 
under 35 U.S C. 181 either by reviewing the filing receipt to 
determine if a license is or was granted, in which case security 
inspection did not occur, or by reviewing the file wrapper to 
determine if an access acknowledgment under 35 U.S.C. 181 
is present, in which case security inspection did occur. If verifi- 
cation of the security inspection status of an application is 
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needed, the authorized parties may submit a written request 
therefor to the Office, directed to the attention of Licensing 
and Review. A written response from the Office will be issued. 
In the event Office records are not available, a de novo determi- 
nation by the Office will be made of the need for defense 
agency inspection under the present national security standards. 
If security inspection was not required under 35 U.S.C. 181, 
then the provisions of the Act will convert a previously granted 
or implied license into one having the scope of proposed § 
5.15(a). 

Section 5.15(a), as amended, adopts the specific provisions 
of the Act and clarifies the existing rules by expressly stating 
that the license provisions of the paragraph are applicable to 
United States applications which were not required to be made 
available for inspection under 35 U.S.C. 181 and § 5.1. The 
inspection provisions of 35 U.S.C. 181 delegate to the Commis- 
sioner of Patents and Trademarks the authority to decide which 
applications will be forwarded to United States defense agencies 
for national security inspection when the Government has no 
property interest in the invention. The fact that an application 
was forwarded to the defense agencies does not necessarily 
mean that the application was properly within the inspection 
scope of 35 U.S.C. 181. Thus, if an application was not required 
to be inspected but was inspected by mistake, it is eligible for 
such a license. The changes to the regulation expressly apply 
to modifications, amendments, and supplements to a previously 
licensed foreign application, and divisions thereof, provided 
the not alter the general nature of the invention in a manner 
which would require a corresponding United States application 
to have been made available for inspection under 35 U.S.C. 
181. 


The language of § 5 15(a)(1) also has been clarified. If the 
filing of the foreign application was pursuant to a license 
granted under § 5.15 and issued prior to publication of the 
notice in the Federal Register at 49 Fed. Reg. 13456 (April 4, 
1984) for subject matter which was not appropriate for inspec- 
tion under 35 U.8.C. 181, the license is now expanded to 
cover amendments, modifications, and supplements thereto, or 
divisions thereof, which do not change the general nature of 
the invention in a manner which would require such application 
to be made available for security inspection under 35 U.S.C. 
181. Also, paragraphs (a)(3) and (a)(4) of § 5.15 have been 
merged in order to more clearly define the type of subsequent 
changes to a previously licensed foreign patent application 
which may be filed without any additional license. In particular, 
it is made clear that these changes must not be such as to require 
the application to be made available for security inspection. Any 
questions about the security inspection status of any application 
or amendments, modifications, and supplements thereto, or 
divisions thereof, will be handled in the manner as described 
above. 


Section 5.15(b), as amended, clarifies the existing rule by 
expressly stating that the license provisions of § 5.12(b) are 
applicable to United States applications which were required 
to be made available for inspection under 35 U.S.C. 181 and§ 
5.1. The amendments also clarify the language of the paragraph 
and indicate that the more restrictive license under this para- 
graph includes authority to take actions in the foreign or interna- 
tional application, provided subject matter additional to that 
covered by the license is not involved Section 5.15(c), as 
amended, clarifies the existing rule by expressly stating that 
the granting of a § 5.15(a) scope to a license under § 5.15(b) 
and conversion provisions of this paragraph are only applicable 
to material submitted under § 5.13 or United States applications, 
which are not, or were not, required to be made available for 
inspection under 35 U.S.C. 181 and § 5.1. 


Sections 5.15(e) and (f), as amended, substitute a reference 
to § 5.15(a)(3) rather than to § 5.15(a)(4) which has been 
eliminated as a separate paragraph. Paragraph (e) also has been 
amended to state that changes to the general nature of the 
invention, which would require the application to have been 
made available for inspection under 35 U.S.C. 181 and § 5.1, 
require a separate license. 


Section 5.25(a), as amended, provides that the inventor may 
receive a retroactive license if the inventor can show that the 
premature filing of papers in a foreign patent office was made 
through error and without deceptive intent. This criterion is 
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the same as that for “error without any deceptive intention” 
for reissue of a patent and replaces the previous standard of 
inadvertence. This section also has been amended to clarify 
that each country in which a proscribed filing occurred must 
be listed in a petition for retroactive license. Also, the rule has 
been amended to define a verified statement as being in the 
form of either an oath or a declaration. Finally, the rule has 
been clarified by defining the period over which error without 
deceptive intent must be shown as being the time leading up 
to and including the proscribed foreign filing 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 


The General Counsel of the Department of Commerce has 
certified to the Acting Chief Counsel for Advocacy, Small 
Business Administration, that the rule change will not have a 
significant adverse economic impact on a substantial number 
of small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)) 
because the rules simplify the procedures for all United States 
inventors who file and prosecute applications in foreign coun- 
tries. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individuals, industries, Federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of the United States-based enter- 
prises to compete with foreign-based enterprises in domestic 
or export markets. 

The Patent and Trademark Office has also determined that 
this notice has no Federalism implications affecting the relation- 
ship between the National Government and the States as out- 
lined in Executive Order 12612. 


These rules contain a collection of information requirement 
subject to the Paperwork Reduction Act which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011 with an expiration date of March 31, 
1993. The average time for each petition for license under § 
51.12(b) or § 5.25 is estimated to be approximately thirty (30) 
minutes, including time for reviewing instructions, gathering 
and maintaining data needed, and completing and reviewing 
the petition submission. Send comments regarding this burden 
estimate to the Patent and Trademark Office, Office of Manage- 
ment and Organization, Washington, D.C. 20231, and the Office 
of Management and Budget, Washington, D.C. 20503 (Atten- 
tion: Paperwork Reduction Project 0651-0011). 


List Of Subjects 


37 CFR Part 5 
Classified information, Exports, Foreign relations, Inven- 
tions and patents. 


For the reasons set forth in the preamble, 37 CFR Part 5 is 
amended as set forth below. 


PART 5 - SECRECY OF CERTAIN INVENTIONS 
AND LICENSES TO EXPORT AND FILE 
APPLICATIONS IN FOREIGN COUNTRIES 


1. The authority citation for Part 5 is revised to read as 
follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418 102 Stat. 1567; the Arms Export Control Act, as 
amended, 22 U.S. C. 2751 et seq., the Atomic Energy Act of 
1954, as amended, 42 U. S.C. 2011 et seq., and the Nuclear 
Non-Proliferation Act of 1978, 22 U.S.C. 3201 et seq., and the 
delegations in the regulations under these acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 
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2. Section 5.11, paragraphs (a) and (e), are revised to read 
as follows: 


§ 5.11 License for filing in a foreign country an applica- 
tion on an invention made in the United States or for trans- 
mitting an international application. 


(a) A license from the Commissioner of Patents and Trade- 
marks under 35 U.S.C. 184 is required before filing any applica- 
tion for patent including any modifications, amendments, or 
supplements thereto or divisions thereof or for the registration 
of a utility model, industrial design, or model, in a foreign 
patent office or any foreign patent agency or any international 
agency other than the United States Receiving Office, if the 
invention was made in the United States and: 

(1) An application on the invention has been on file in the 
United States less than six months prior to the date on which 
the application is to be filed, or 

(2) No application on the invention has been filed in the 
United States. 


(e) No license pursuant to paragraph (a) of this section is 
required: 
(1) If the invention was not made in the United States, or 
(2) If the corresponding United States application is not 
subject to a secrecy order under § 5.2, and was filed at least 
six months prior to the date on which the application is filed 
in a foreign country, or 
(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 
(i) a license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 
(ii) the corresponding United States application was not 


required to be made available for inspection under 35 U.S.C. 
181 and § 5.1; and 

(iii) such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181 and § 5.1. 


**K KK * 


3. Section 5.15, paragraphs (a), (b), (c), (e) and (f), are 
revised to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to § 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181 and § 
5.1, will be eligible for a license of the scope provided in 
this paragraph. This license permits subsequent modifications, 
amendments, and supplements containing additional subject 
matter to, or divisions of, a foreign patent application, if such 
changes to the application do not alter the general nature of 
the invention in a manner which would require the United 
States application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1. This license also covers the 
inventions disclosed in foreign applications which had been 
granted a license under this part prior to April 4, 1984, and 
which were not subject to security inspection under 35 U.S.C. 
181 and § 5.1. Grant of this license authorizes the export and 
filing of an application in a foreign country or the transmitting 
of an international application to any patent agency or interna- 
tional patent agency when the subject matter of the foreign or 
international application corresponds to that of the domestic 
application. This license includes authority: 


(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
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of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) and (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 and § 5.1 by including technical data 
pertaining to: 


(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, the dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Frograms, 10 CFR Part 810, in effect at the time of 
foreign filing. 


(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 and § 
5.1 will be eligible for a license of the scope provided in this 
paragraph. Grant of this license authorizes the export and filing 
of an application in a foreign country or the transmitting of 
an international application to any foreign patent agency or 
international patent agency. Further, this license includes 
authority to export and file all duplicate and formal papers 
in foreign countries or with foreigr and international patent 
agencies and to make amendments, modifications, and supple- 
ments to, file divisions of, and take any action in the prosecution 
of the foreign or international application, provided subject 
matter additional to that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for in-spection under 35 U.S.C. 181 and § 5.1. The change in 
the scope of a license will be effective as of the date of the 
grant of the petition. 


** Ke * * 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 and § 5.1 or which involves the 
disclosure of subject matter listed in paragraphs (a)(3)(i) or (ii) 
of this section must be separately licensed in the same manner 
as a foreign or international application. Further, if no license 
has been granted under § 5.12(a) on filing the corresponding 
United States application, any paper filed abroad or with an 
international patent agency which involves the disclosure of 
additional subject matter must be licensed in the same manner 
as a foreign or international application. 


(f) Licenses separately granted in connection with two or 
more United States applications may be exercised by combining 
or dividing the disclosures, as desired, provided: 


(1) Subject matter which changes the general nature of the 
subject matter disclosed at the time of filing or which involves 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
is not introduced, and 
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(2) In the case where at least one of the licenses was obtained 
under § 5.12(b), additional subject matter is not introduced 


** eK * 
4. Section 5.25, paragraph (a), is revised to read as follows: 


§ 5.25 Petition for retroactive license 


(a) A petition for a retroactive license under 35 U.S.C. 184 
shall be presented in accordance with § 5.13 or § 5.14 (a), and 
shall include: 

(1) A listing of each of the foreign countries in which the 
unlicensed patent application material was filed, 

(2) The dates on which the material was filed in each country, 

(3) A verified statement (oath or declaration) containing: 

(i) An averment’ that the subject matter in question was not 
under a secrecy order at the time it was filed abroad, and that 
it is not currently under a secrecy order, 

(ii) A showing that the license has been diligently sought 
after discovery of the proscribed foreign filing, and 

(iii) An explanation of why the material was filed abroad 
through error and without deceptive intent without the required 
license under § 5.11 first having been obtained, and 

(4) The required fee (§ 1.17(h)). 

The above explanation must include a showing of facts rather 
than a mere allegation of action through error and without 
deceptive intent. The showing of facts as to the nature of 
the error should include statements by those persons having 
personal knowledge of the acts regarding filing in a foreign 
country and should be accompanied by copies of any necessary 
supporting documents such as letters of transmittal or instruc- 
tions for filing. The acts which are alleged to constitute error 
without deceptive intent should cover the period leading up to 
and including each of the proscribed foreign filings. 


KKK K * 


HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


[1123 OG 20] 


Nov. 28, 1990 


Removal of Surface Treatment 
From Design Drawings Permitted 


(120) 


In view of the decision of In re Daniels, 144 F.3d 1452, 46 
USPQ2d 1788 (Fed. Cir. 1998), the Patent and Trademark 
Office (Office) will, effective immediately, permit applicants 
in design applications to remove surface treatment from the 
drawings without a specific disclaimer in the original applica- 
tion papers if it is clear from the application that applicants 
were in possession of the underlying design without the surface 
treatment at the time the application was filed. 


Background: Prior to Daniels, the Design Group (2900) consid- 
ered surface indicia or treatment (color or contrast, graphic or 
written indicia, including identifying indicia of a proprietary 
nature or surface ornamentation on an article) that does not 
obscure the underlying design to be an integral part of the 
design unless initially disclaimed. Thus, without an initial dis- 
claimer, later submitted formal drawings or photographs were 
required to depict all the surface indicia, including color, present 
in the original drawings. See 37 CFR 1.152(b)(1) and (b)(2), 
amended effective December 1, 1997. 


New Office Policy: The Office intends to amend 37 CFR 
1.152(b)(1 ) and (b)(2) in an upcoming rules change to better 
conform to the Daniels decision. Effective immediately, those 
portions of 37 CFR 1.152(b)(1 ) and (b)(2) with respect to a 
specifiic disclaimer which are in conflict with the Daniels 
decision will be sua sponte waived by the Office. Thus, appli- 
cants will be permitted to remove surface indicia or treatment 
(e.g., color ornamentation, decoration, or pattern) shown in a 
drawing or photograph of a design without such removal being 
treated as new matter, provided that the surface indicia does not 
obscure or override the underlying design. Removing surface 
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indicia by amendment in the formal drawings may be done by 
either: 1) deleting the surface indicia entirely; or 2) converting 
the solid line showing of surface indicia to broken lines for 
illustrative purposes only. 


As part of implementing the current change, any outstanding 
rejection that does not conform to this new Office policy will 
be, upon request, withdrawn. Applicants must, therefore, timely 
reply to such rejection with a request that it be withdrawn, 
even if it is the only rejection made. 


Any general questions relating to this notice should be directed 
to Joseph Narcavage, Special Program Law Office, at (703) 
305-9285. Any specific questions relating to the implementa- 
tion of the OG Notice should be directed to James Gandy, 
Supervisory Patent Examiner, TC 1600/2900, at (703) 305- 
3290. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


November 6, 1998 


[1217 OG 19} 


(121) Any Application Filed With Instructions to 
Cancel All of the Claims in the Application is 


Not Entitled to a Filing Date 


In view of the Federal Circuit decision in Baxter Int'l. Inc. v. 
McGaw Inc., 149 F.3d 1321, 47 USPQ2d 1225 (Fed. Cir. 1998), 
decided June 30, 1998, the PTO is revising its treatment of 
applications deposited with instructions contained in prelimi- 
nary amendments or transmittal letters to cancel all of the 
claims in the application. 


MPEP §§ 711.01 and 714.19 currently indicate that an amend- 
ment canceling all of the claims and presenting no new or 
substitute claims is ordinarily denied entry. The MPEP does not, 
however, differentiate between amendments submitted with 
the filing of an application and all other amendments. Baxter 
involved a patent granted on an application filed as a divisional 
application under former 37 C.F.R. § 1.60 with instructions to 
cancel all of the claims in the specification without presenting 
any new claims. The PTO accorded the application a filing 
date (as of the date of receipt of the copy of the specification 
and drawings) and sent applicant a notice that the instructions 
were improper because they would leave the application without 
claims for examination. In response to the notice, applicant 
subsequently filed an amendment adding replacement claims. 


The court held that the (divisional) application was not entitled 
to the original filing date because the requirements of 35 U.S.C 
§ 112, second paragraph, had not been met, i.e., the application 
was effectively filed without a claim. The court concluded that 
the earliest filing date that could be accorded was the date a 
claim was filed (which was the date the amendment was filed 
in response to the notice from the PTO). The court also stated 
that the lack of a claim was a statutory defect which the PTO 
could not waive. 


As a result of Baxter, the PTO will no longer accord a filing 
date to any application (original, continuation, divisional or 
continuation-in-part) submitted under 37 C.F.R. § 1.53(b) or 
Continued Prosecution Application (CPA) (continuation or 
divisional) submitted under 37 C.F.R. § 1.53(d) where the 
application is accompanied by a preliminary amendment which 
cancels all claims and fails to simultaneously submit any new 
claims. MPEP §§ 711.01 and 714.19 will be revised to state 
that an amendment filed after the filing date of an application 
which cancels all of the claims and presents no substitute claim 
or claims is ordinarily denied entry. In addition, MPEP § 601.01 
(e) will be revised to call attention to Baxter. 


When filing an application under 37 C.F.R. § 1.53(b) or CPA 
request under 37 C.F.R. § 1.53(d), applicants and practitioners 
are reminded to carefully review the application papers, 
including any preliminary amendments to be filed with the 
application, to ensure that the application will contain at least 
one claim after the preliminary amendments are entered. 
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Questions or comments concerning this notice should be for- 
warded to John F. Gonzales, Senior Legal Advisor, by facsimile 
at (703) 308-6916, by telephone at (703) 305-9285, or by e- 
mail at john.gonzales @uspto.gov. 


September 28, 1998 STEPHEN G. KUNIN 


Deputy Assistant Commissioner 
for Patent Policy and Projects 


[1216 OG 46] 


Guidance on Treatment of Product and 
Process Claims in light of In re Ochiai, 
In re Brouwer and 35 U.S.C. § 103(b) 


(122) 


The purpose of this Notice is to provide guidance to Patent 
and Trademark Office personnel and to the public on the proper 
consideration of certain claims in light of Jn re Ochiai, 71 F. 
3d 1565, 37 USPQ2d 1127 (Fed. Cir. 1995) and in re Brouwer, 
** F.3d **, 37 USPQ2d 1663 (Fed. Cir. 1996) and the passage 
of 35 U.S.C. § 103(b), which became effective November 1, 
1995. Ochiai, Brouwer and § 103(b) relate to how process 
claims directed to making or using nonobvious products are 
to be treated. 

The Court in Ochiai and Brouwer addressed the issue of 
whether an otherwise conventional process could be patented 
if it were limited to making or using a nonobvious product. In 
both cases, the Federal Circuit held that the use of per se rules 
is improper in applying the test for obviousness under the 35 
U.S.C. § 103. Rather, § 103 requires a highly fact-dependent 
analysis involving taking the claimed subject matter as a whole 
and comparing it to the prior art. To support a rejection under 
§ 103, the collective teachings of the prior art must have sug- 
gested to one of ordinary skill in the art that, at the time the 
invention was made, applicant’s claimed invention would have 
been obvious. In applying this test to the claims on appeal, the 
Court held that there simply was no suggestion or motivation 
in the prior art to make or use the nonobvious products to 
which the claims were limited and consequently overturned 
the rejections based upon § 103. 

Interpreting a claimed invention as a whole requires consider- 
ation of all claim limitations. Thus, language in a process claim 
which recites making or using a nonobvious product must be 
treated as a material limitation, and a motivation to make or 
use the nonobvious product must be present in the prior art for 
a § 103 rejection to be sustained. 

In light of Ochiai and Brouwer, Office personnel will con- 
sider all claim limitations when analyzing process claims which 
make or use nonobvious products under § 103. Office personnel 
will focus on treating claims as a whole and follow the analysis 
set forth in Graham v. John Deere, 383 U.S. 1, 148 USPQ 
459 (1966). 

Accordingly, to facilitate examination under § 103, where 
product and process claims are presented in the same applica- 
tion, applicant may be called upon under 35 U.S.C. § 121 to 
elect claims to either the product or process. The claims to the 
non-elected invention will be withdrawn from further consider- 
ation. However, in the case of an elected product claim, 
rejoinder will be permitted when a product claim is found 
allowable and the withdrawn process claim depends from or 
otherwise includes all the limitations of an allowed product 
claim. Withdrawn process claims not commensurate in scope 
with an allowed product claim will not be rejoined. In the event 
of rejoinder, the rejoined process claims will be fully examined 
for patentability in accordance with 37 CFR 1.104 - 1.106. If 
the application containing the rejoined claims is not in condition 
for allowance, the subsequent Office action may be made final, 
or, if the application was already under final rejection, the next 
Office action may be an advisory action. 

35 U.S.C. § 103(b) is applicable to biotechnological pro- 
cesses only. Section § 103(b) precludes a rejection of process 
claims which involve the use or making of certain nonobvious 
biotechnological compositions of matter under § 103(a). Sec- 
tion § 103(b) requires that: 


1. the biotechnological process and composition of matter 
be contained in either the same application or in separate appli- 
cations having the same effective filing date; 
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2. both the biotechnological process and composition of 
matter be owned or subject to an assignment to the same person 
at the time the process was invented; 


3. a patent issued on the process also contain the claims to 
the composition of matter used in or made by the process, or, 
if the process and composition of matter are in different patents, 
the patents expire on the same date; 


4. the biotechnological process falls within the definition set 
forth in § 103(b); and 


5. a timely election be made to proceed under the provisions 
of § 103(b). 


In view of the Federal Circuit’s decisions in Ochiai and 
Brouwer, an applicant’s need to rely upon § 103(b) should be 
rare. Consequently, the Patent and Trademark Office will treat 
§ 103(b) elections on a case-by-case basis by way of petition 
under 37 CFR 1.182. That petition must establish that all the 
requirements set forth in § 103(b) have been satisfied. An 
election will normally be considered timely if it is made no 
later than the earlier of either (1) the payment of the issue fee, 
or (2) the filing of an appeal brief in an application which 
contains a composition of matter claim which has not been 
rejected under 35 U.S.C. §§ 102 or 103. ; 

In an application where at least one composition of matter 
claim has not been rejected under 35 U.S.C. §§ 102 or 103, a 
§ 103(b) election may be made by submitting the petition 
and an amendment requesting entry of process claims which 
correspond to the composition of matter claim. 

For applications pending on or after November 1, 1995, in 
which the issue fee has been paid prior to the date of this Notice, 
the timeliness requirement for an election under § 103(b) will 
be considered satisfied if the conditions of 37 CFR 1.312(b) 
are met. However, if a patent is granted on an application 
entitled to the benefit of § 103(b) without an election having 
been made as a result of error without deceptive intent, patentees 
may file a reissue application to permit consideration of process 
claims which qualify for § 103 (b) treatment. 

Any questions, comments or suggestions regarding petitions 
under 37 CFR 1.182 filed pursuant to this Notice should be 
directed to the Special Program Law Office, attention: Hiram 
Bernstein, Senior Legal Advisor. All other questions, comments 
or suggestions regarding this Notice should be directed to the 
Solicitor’s Office, attention: Craig Kaufman, Associate Solic- 
itor. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


February 28, 1996 


[1184 OG 86] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Parts 1, 3, 5, and 10 

[Docket No.: 980826226-9185-02] 
RIN 0651-AA98 


Changes to Implement the Patent Business Goals 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 


SUMMARY: The Patent and Trademark Office (Office) has 
established business goals for the organizations reporting to 
the Assistant Commissioner for Patents (Patent Business 
Goals). The focus of the Patent Business Goals is to increase 
the level of service to the public by raising the efficiency and 
effectiveness of the Office’s business processes. In furtherance 
of the Patent Business Goals, the Office is proposing changes 
to the rules of practice to eliminate unnecessary formal require- 
ments, streamline the patent application process, and simplify 
and clarify their provisions. 
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DATES: Comment Deadline Date: To be ensured of consider- 
ation, written comments must be received on or before 
December 3, 1999. While comments may be submitted after 
this date, the Office cannot ensure that consideration will be 
given to such comments. No public hearing will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to regreform@uspto.gov. 
Comments may also be submitted by mail addressed to: Box 
Comments-Patents, Assistant Commissioner for Patents, Wash- 


ington, D.C. 20231, or by facsimile to (703) 308-6916, marked , 


to the attention of Hiram H. Bernstein. Although comments 
may be submitted by mail or facsimile, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/4 inch disk accompanied 


by a paper copy. 


The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: ftp.uspto.gov). Since 
comments will be made available for public inspection, infor- 
mation that is not desired to be made public, such as an address 
or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: Hiram H. 
Bernstein or Robert W. Bahr, by telephone at (703) 305-9285, 
or by mail addressed to: Box Comments-Patents, Assistant 
Commissioner for Patents, Washington, DC 20231, or by fac- 
simile to (703) 308-6916, marked to the attention of Mr. Bern- 
stein. 


SUPPLEMENTARY INFORMATION: The organizations 
reporting to the Assistant Commissioner for Patents have estab- 
lished five business goals (Patent Business Goals) to meet the 
Office’s Year 2000 commitments. The Patent Business Goals 
have been adopted as part of the Fiscal Year 1999 Corporate 
Plan Submission of the President. The five Patent Business 
Goals are: 


Goal 1: Reduce Office processing time (cycle time) to twelve 
months or less for all inventions. 


Goal 2: Establish fully-supported and integrated Industry 
Sectors. 


Goal 3: Receive applications and publish patents electroni- 
cally. 


Goal 4: Exceed our customers’ quality expectations, through 
the competencies and empowerment of our employees. 


Goal 5: Align fees commensurate with resource utilization 
and customer efficiency. 


This rulemaking proposes changes to the regulations to sup- 
port the Patent Business Goals. A properly reengineered or 
reinvented system eliminates the redundant or unnecessary 
steps that slow down processing and frustrate customers. In 
furtherance of the Patent Business Goals, these proposed 
changes to the rules of practice take a fresh view of the business 
end of issuing patents, and continue a process of simplification. 
Formal requirements of rules that are no longer useful would 
be eliminated. When the intent of an applicant is understood, 
the Office would simply go forward with the processing. The 
essentials are maintained, while formalities are greatly reduced. 
The object is to focus on the substance of examination and 
decrease the time that an application for patent is sidelined 
with unnecessary procedural issues. 


Additionally, the Office desires to continue to make its rules 
more understandable, such as by using plain language instead 
of legalese. The Office is seeking efficiency by improving the 
clarity of the wording of the regulations so that applicants and 
Office employees understand unequivocally what is required 
at each stage of the prosecution and can get it right on the first 
try. The Office welcomes comments and suggestions on this 
effort. 
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In streamlining this process, the Office will be able to issue 

a patent in a shorter time by eliminating formal requirements 

that must be performed by the applicant, his or her representa- 

tives and the Office itself. Applicants will benefit from a 

reduced overall cost to them for receiving patent protection 
and from a faster receipt of their patents. 


Finally, these proposed changes are intended to improve the 
Office’s business processes in the context of the current legal 
and technological environment. Should these environments 
change (e.g., by adoption of an international Patent Law Treaty, 
enactment of patent legislation, or implementation of new auto- 
mation capabilities), the Office would have to reconsider its 
business processes and make such further changes to the rules 
of practice as are necessary. 


Advance Notice of Proposed Rulemaking 


The Office published an advance notice of proposed rulem- 
aking (Advance Notice) presenting a number of changes to 
patent practice and procedure under consideration to implement 
the Patent Business Goals. See Changes to Implement the Patent 
Business Goals; Advance Notice of Proposed Rulemaking, 63 
FR 53497 (October 5, 1998), 1215 Off. Gaz. Pat. Office 87 
(October 27, 1998). The Advance Notice set forth twenty-one 
topics on which the Office specifically requested public input: 


Topic (1) Simplifying requests for small entity status; 


Topic (2) Requiring separate surcharges and supplying filing 
receipts; 


Topic (3) Permitting delayed submission of an oath or decla- 
ration, and changing time period for submission of the basic 
filing fee and English translation; 


Topic (4) Limiting the number of claims in an application; 
Topic (5) Harmonizing standards for patent drawings; 
Topic (6) Printing patents in color; 


__ Topic (7) Reducing time for filing corrected or formal draw- 
ings; 


Topic (8) Permitting electronic submission of voluminous 
material; 


Topic (9) Imposing limits/requirements on information dis- 
closure statement submissions; 


Topic (10) Refusing information disclosure statement con- 
sideration under certain circumstances; 


Topic (11) Providing no cause suspension of action; 


Topic (12) Requiring a handling fee for preliminary amend- 
ments and supplemental replies; 


Topic (13) Changing amendment practice to replacement 
by paragraphs/claims; 


Topic (14) Providing for presumptive elections; 
Topic (15) Creating a rocket docket for design applications; 


Topic (16) Requiring identification of broadening in a reissue 
application; 


Topic (17) Changing multiple reissue application treatment; 


Topic (18) Creating alternative review procedures for appli- 
cations under appeal; 


Topic (19) Eliminating preauthorization of payment of the 
issue fee; 


Topic (20) Reevaluating the Disclosure Document Program; 
and 


Topic (21) Creating a Patent and Trademark Office review 
service for applicant-created forms. 
See Changes to Implement the Patent Business Goals, 63 FR 
at 53499, 1215 Off. Gaz. Pat. Office at 89. 
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Changes Set Forth in the Advance Notice Included in This 
Notice of Proposed Rulemaking (Notice) 


This notice proposes changes to the rules of practice based 
upon the following topics in the Advance Notice: 


(1) Simplifying request for small entity status (Topic 1-§§ 
1.9, 1.27, and 1.28); 


(2) Harmonizing standards for patent drawings (Topic 5-§ 
1.84); 


(3) Printing patents in color (Topic 6-§ 1.84); 


(4) Reducing time for filing corrected or formal drawings 
(Topic 7-§§ 1.85 and 1.136); 


(5) Permitting electronic submission of voluminous material 
(Topic 8-§§ 1.96, 1.821, 1.823, and 1.825); 


(6) Imposing limits/requirements on information disclosure 
statement submissions (Topic 9-§§ 1.97 and 1.98); 


(7) Requiring a handling fee for preliminary amendments 
and supplemental replies (Topic 12-§§ 1.111 and 1.115); 


(8) Changing amendment practice to replacement by para- 
graphs/claims (Topic 13-§§ 1.52 and 1.121); 


(9) Creating a rocket docket for design applications (Topic 
15-§ 1.155); 


(10) Changing multiple reissue application treatment (Topic 
17-§ 1.177); and 


(11) Eliminating preauthorization of payment of the issue 
fee (Topic 19-§§ 1.25 and 1.311). 


The Office has taken into account the comments submitted 
in reply to the Advance Notice in arriving at the specific changes 
to the rules of practice being pruposed in this notice. These 
comments are addressed with the relevant proposed rule change 
in the section-by-section discussion portion of this notice. 


This notice also includes a number of proposed changes to 
the rules of practice that are not based upon proposals set forth 
in the Advance Notice. This notice proposes changes to the 
following sections of title 37 of the Code of Federal Regula- 
tions: 1.4, 1.6, 1.9, 1.12, 1.14, 1.17, 1.19, 1.22, 1.25, 1.26, 
1.27, 1.28, 1.33, 1.41, 1.47, 1.48, 1.51, 1.52, 1.53, 1.55, 1.56, 
1.59, 1.63, 1.64, 1.67, 1.72, 1.77, 1.78, 1.84, 1.85, 1.91, 1.96, 
1.97, 1.98, 1.102, 1.103, 1.111, 1.112, 1.121, 1.125, 1.131, 
1.132, 1.133, 1.136, 1.137, 1.138, 1.152, 1.154, 1.155, 1.163, 
1.173, 1.176, 1.177, 1.178, 1.193, 1.303, 1.311, 1.312, 1.313, 
1.314, 1.322, 1.323, 1.324, 1.366, 1.446, 1.497, 1.510, 1.530, 
1.550, 1.666, 1.720, 1.730, 1.740, 1.741, 1.780, 1.809, 1.821, 
1.823, 1.825, 3.27, 3.71, 3.73, 3.81, 5.1, 5.2, 5.12, and 10.23. 
Additionally, this notice proposes to amend title 37 of the Code 
of Federal Regulations by removing §§ 1.44 and 1.174, and 
adding §§ 1.76, 1.105, and 1.115. 


Changes Set Forth in the Advance Notice That Are NOT 
Included in This Notice 


This notice does not include proposed changes to the rules 
of practice based upon the following topics in the Advance 
Notice: 


(1) Requiring separate surcharges and supplying filing 
receipts (Topic 2); 


(2) Permitting delayed submission of an oath or declaration, 
and changing the time period for submission of the basic filing 
fee and English translation (Topic 3); 


(3) Limiting the number of claims in an application (Topic 
4); 


(4) Refusing information disclosure statement consideration 
under certain circumstances (Topic 10); 


(5) Providing no cause suspension of action (Topic 11); 
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(6) Providing for presumptive elections (Topic 14); 


(7) Requiring identification of broadening in a reissue appli- 
cation (Topic 16); 


(8) Creating alternative review procedures for applications 
under appeal (Topic 18); 


(9) Reevaluating the Disclosure Document Program (Topic 
20); and (10) Creating a Patent and Trademark Office review 
service for applicant-created forms (Topic 21). 


Comments received in response to the Advance Notice on 
these topics are addressed below. 


Requiring Separate Surcharges and Supplying Filing Receipts 
(Topic 2) 


The Office indicated that it was considering charging separate 
surcharges in a nonprovisional application under 35 U.S.C. 
111(a) for (a) the delayed submission of an oath or declaration, 
and (b) the delayed submission of the basic filing fee. That is, 
a single surcharge (currently $130) would be required if one 
of (a) the oath or declaration or (b) the basic filing fee were 
not present on filing. Two surcharges (totaling $260) would 
be required if both the oath or declaration and the basic filing 
fee were not present on filing. Therefore, the absence (on filing) 
of the oath or declaration or the basic filing fee would have 
necessitated a separate surcharge. The Office also indicated 
that it was considering issuing another filing receipt, without 
charge, to correct any errors or to update filing information, 
as needed. 


While a few comments supported the proposal (indicating 
that the additional services were worth the additional fees), a 
majority of comments opposed charging separate surcharges. 
These included arguments that: (1) the proposal is simply a 
fee increase with no advantage to applicants; and (2) a separate 


' surcharge should be required only if the oath or declaration 


and the basic filing fee are submitted separately because there 
is no additional cost to the Office to process both the oath or 
declaration and the basic filing fee in the same submission. 


Response: This notice does not propose changing § 1.53 to 
charge separate surcharges in a nonprovisional application 
under 35 U.S.C. 111(a) for the delayed submission of an oath 
or declaration, and for the delayed submission of the basic 
filing fee. 


Permitting Delayed Submission of an Oath or Declaration, and 
Changing the Time Period for Submission of the Basic Filing 
Fee and English Translation (Topic 3) 


The Office indicated that it was considering: (1) Amending 
§ 1.53 to provide that an executed oath or declaration for 
a nonprovisional application would not be required until the 
expiration of a period that would be set in a “‘Notice of Allow- 
ability’’ (PTOL-37); and (2) amending §§ 1.52 and 1.53 to 
provide that the basic filing fee and an English translation (if 
necessary) for a nonprovisional application must be submitted 
within one month (plus any extensions under § 1.136) from 
the filing date of the application. The Office was specifically 
considering amending § 1.53 to provide that an executed oath 
or declaration for a nonprovisional application would not be 
required until the applicant is notified that it must be submitted 
within a one-month period that would be set in a “‘Notice of 
Allowability,’’ provided that the following are submitted within 
one month (plus any extensions under § 1.136) from the filing 
date of the application: (1) The name(s), residence(s), and 
citizenship(s) of the person(s) believed to be the inventor(s); 
(2) all foreign priority claims; and (3) a statement submitted 
by a registered practitioner that: (a) an inventorship inquiry 
has been made, (b) the practitioner has sent a copy of the 
application (as filed) to each of the person(s) believed to be 
the inventor(s), (c) the practitioner believes that the inventorship 
of the application is as indicated by the practitioner, and (d) 
the practitioner has given the person(s) believed to be the 
inventor(s) notice of their obligations under § 1.63(b). The 
Office was also specifically considering amending §§ 1.52 and 
1.53 to provide, by rule, that the basic filing fee and an English 
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translation (if the application was filed in a language other than 
English) for a nonprovisional application must be submitted 
within one month (plus any extensions under § 1.136) from 
the filing date of the application. Applicants would not be given 
a notice (e.g., a “Notice To File Missing Parts of Application’’ 
(PTO-1533)) that the basic filing fee is missing or insufficient, 
unless the application is filed with an insufficient basic filing 
fee that at least equals the basic filing fee that was in effect 
the previous fiscal year. The filing receipt, however, would 
indicate the amount of filing fee received. Further, the filing 
receipt would remind applicants that the basic filing fee must 
be submitted within one month (plus any extensions under § 
1.136) from the filing date of the application. 


While some comments supported this proposed change, a 
majority of comments opposed permitting delayed submission 
of an oath or declaration; and changing the time period for 
submission of the basic filing fee and English translation. 


The reasons given for opposition to the proposed change to 
permit delayed submission of an oath or declaration included 
arguments that: (1) The proposed inventorship inquiry and 
notification requirements for practitioners who submitted an 
application without an executed oath or declaration would be 
too onerous; (2) an application should not be examined until 
inventorship is settled and the inventors have acknowledged 
their duty of disclosure; (3) the delayed submission of an oath 
or declaration would cause confusion as to ownership of the 
application, which would cause confusion as to who is author- 
ized to appoint a representative in the application; (4) the 
delayed submission of an oath or declaration would increase 
the difficulty in acquiring the inventor’s signatures on an oath 
or declaration, which would lead to an increase in the number 
of petitions under § 1.47, as well as an increase in the number 
of oaths or declarations signed by the legal representatives of 
deceased inventors; and (5) the delayed submission of an oath 
or declaration would increase the number of certified copies 
of an application not having a copy of the executed oath or 
declaration (considered undesirable). Some comments sug- 
gested that the Office seek legislation to eliminate the oath 
requirement of 35 U.S.C. 115. 


The reasons given for opposition to the proposed change to 
the time period for submission of the basic filing fee and English 
translation included arguments that: (1) A one-month period 
for submitting the basic filing fee or English translation is too 
short because applicants may not know the assigned application 
number within one month of the application filing date (i.e., 
this period should be two or three months); (2) the period for 
submitting the basic filing fee or English translation should be 
tied to the mail date of the Filing Receipt; and (3) the public 
relies upon the current Notice to File Missing Parts of Applica- 
tion practice to inform applicants as to whether the filing fee 
and the oath or declaration has been received by the Office 
(i.e., verify whether the Office has received the basic filing fee 
and oath or declaration), and to inform applicants of the period 
for reply for supplying the missing basic filing fee and/or oath 
or declaration. 


Response: This notice does not propose changing §§ 1.52 
and 1.53 to provide that: (1) An executed oath or declaration 
for a nonprovisional application would not be required until 
the expiration of a period that would be set in a “‘Notice of 
Allowability’’ (PTOL-37); or (2) the basic filing fee and an 
English translation (if necessary) for a nonprovisional applica- 
tion must be submitted within one month (plus any extensions 
under § 1.136) from the filing date of the application. 


Limiting the Number of Claims in an Application (Topic 4) 


The Office indicated in the Advance Notice that it was con- 
sidering a change to § 1.75 to limit the number of total and 
independent claims that will be examined (at one time) in an 
application. The Office was specifically considering a change 
to the rules of practice to: (1) Limit the number of total claims 
that will be examined (at one time) in an application to forty; 
and (2) limit the number of independent claims that will be 
examined (at one time) in an application to six. In the event 
that an applicant presented more than forty total claims or six 
independent claims for examination at one time, the Office 
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would withdraw the excess claims from consideration, and 
require the applicant to cancel the excess claims. 


While the comments included sporadic support for this pro- 
posed change, the vast majority of comments included strong 
opposition to placing limits on the number of claims in an 
application. The reasons given for opposition to the proposed 
change included arguments that: (1) Decisions by the Court of 
Appeals for the Federal Circuit (Federal Circuit) leave such 
uncertainty as to how claims will be interpreted that additional 
claims are necessary to adequately protect the invention; (2) 
the applicant (and not the Office) should be permitted to decide 
how many claims are necessary to adequately protect the inven- 
tion; (3) there are situations in which an applicant justifiably 
needs more than six independent and forty total claims to 
adequately protect an invention; (4) the proposed change 
exceeds the Commissioner’s rule making authority; (5) the 
change will simply result in more continuing applications and 
is just a fee raising scheme; (6) the Office currently abuses 
restriction practice and this change will further that abuse; and 
(7) since only five percent of all applicants exceed the proposed 
claim ceiling, there is no problem. Several comments which 
opposed the proposed change offered the following alternatives: 
(1) Charge higher fees (or a surcharge) for applications con- 
taining an excessive number of claims; (2) charge fees for an 
application based upon what it costs (e.g., number of claims, 
pages of specification, technology, IDS citations) to examine 
the application; and (3) credit examiners based upon the number 
of claims in the application. Several comments which indicated 
that the proposed change would be acceptable, placed the fol- 
lowing conditions on that indication: (1) That a multiple depen- 
dent claim be treated as a single claim for counting against the 
cap; (2) that a multiple dependent claim be permitted to depend 
upon a multiple dependent claim; (3) that a Markush claim be 
treated as a single claim for counting against the cap; (4) that 
any additional applications are taken up by the same examiner 
in the same time frame; (5) that allowed dependent claims 
rewritten in independent form do not count against the indepen- 
dent claim limit; (6) that the Office permit rejoinder of depen- 
dent claims upon allowance; and (7) that higher claim limits 
are used. 


Response: This notice does not propose changing § 1.75 to 
place a limit on the number of claims that will be examined 
in a single application. ° 


Refusing Information Disclosure Statement Consideration 
Under Certain Circumstances (Topic 10) 


The Office indicated in the Advance Notice that it was con- 
sidering revising § 1.98 to reserve the Office’s authority to not 
consider submissions of an Information Disclosure Statement 
(IDS) in unduly burdensome circumstances, even where all the 
stated requirements of § 1.98 are met. The Office was specifi- 
cally considering an amendment to § 1.98 to permit the Office to 
refuse consideration of an unduly burdensome IDS submission 
(e.g., extremely large documents and compendiums), and give 
the applicant an opportunity to modify the submission to elimi- 
nate the burdensome aspect of the IDS. 


While the proposal received support from a significant 
minority of the comments, the large majority of comments 
included strong opposition to the proposal to revise § 1.98. The 
reasons given for opposition to the proposed change included 
arguments that: (1) The term “‘unduly burdensome’ is not 
defined objectively; thus, decisions as to whether a submission 
is too burdensome for consideration will be subjective; (2) 
without a clear definition of ‘‘unduly burdensome’’ (to provide 
a standard), the proposal would not pass the Administrative 
Procedure Act tests of scrutiny; (3) the Office will have to 
expend time and effort in deciding the petitions and defending, 
in court, its subjective decisions not io consider *‘unduly bur- 
densome’’ IDSs (thus, the proposal.will cost the Office time 
in the long run); (4) the proposal gives the examiner unlimited 
ability to not consider art submitted due to the ambiguous 
standard for refusal of an IDS submission coupled with the 
examiner’s discretion to advance the status of the application 
to a point where the IDS would not be timely even though it 
is corrected; (5) the Office’s refusal to examine unduly burden- 
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some IDS submissions despite compliance with the rules (other 
than the burdensome aspect) would impose a huge financial 
and time burden upon applicants to fix what the examiner 
deems as unduly burdensome; (6) imposing this new financial 
and time burden would be contrary to the stated purpose of 
the Office to expedite prosecution and to relieve the burdens 
on the examination process; (7) burdensome IDS situations 
exist, and the Office should learn to deal with them as a service 
to its customers and in order to meet its mission of issuing 
valid patents (the Office cannot realistically ignore situations 
where the IDS documents cited are complex or lengthy, and 
nothing can be done about the complexity or length by appli- 
cant); (8) the burdensome IDS problem is not frequent and the 
rare unduly burdensome IDS submissions should be addressed 
on a case-by-case basis (thus, no rule change is needed); (9) 
no data has been presented to show the problem is wide-spread, 
and more facts are needed to show the extent and nature of 
the unduly burdensome IDS problem; (10) citations should not 
be discarded from the record where the unduly burdensome 
IDS has not been corrected since an original and only copy of 
the citation (which is submitted so the examiner can more 
fully appreciate the citation) may be very expensive or even 
impossible to replace; (11) reducing the size of a citation can 
make it less valuable, the submitted ‘‘relevant portions’’ (the 
partial citation) may be taken out-of-context of the entire cita- 
tion, and the excerpt containing the relevant portion would not 
provide additional assistance to the examiner as to background, 
terminology, and alternative subject matter which may bear on 
the examination. 


Response: This notice does not propose changing § 1.98 to 
reserve the Office’s authority to not consider submissions of 
an IDS in unduly burdensome circumstances, even where all 
the stated requirements of § 1.98 are met. 


Providing No Cause Suspension of Action (Topic 11) 


The Office indicated that it was considering adding an addi- 
tional suspension of action practice, under which an applicant 
may request deferred examination of an application without a 
showing of ‘‘good and sufficient cause,’’ and for an extended 
period of time, provided that the applicant waived the confiden- 
tial status of the application under 35 U.S.C. 122, and agreed 
to publication of the application. The Office was specifically 
considering a procedure under which the applicant may (prior 
to the first Office action) request deferred examination for a 
period not to exceed three years, provided that: (1) The applica- 
tion is entitled to a filing date; (2) the filing fee has been paid; 
(3) any needed English-language translation of the application 
has been filed; and (4) all ‘‘outstanding requirements’’ have 
been satisfied (except that the oath or declaration need not be 
submitted if the names of all of the persons believed to be the 
inventors are identified). 


The comments included support and opposition in roughly 
equal measure to the proposed extended suspension of action 
procedure. The reasons given for opposition to the proposal 
included arguments that: (1) The ‘‘deferred examination’’ of 
application under an extended suspension of action and the 
publication of an application under such suspension of action 
would create uncertainty over legal rights; and (2) the publica- 
tion provisions of such a suspension of action procedure amount 
to an eighteen-month publication system that is not authorized 
by 35 U.S.C. 122. 


Response: This notice does not propose changing § 1.103 
to provide for extended suspension of action. 


Providing for Presumptive Elections (Topic 14) 


The Office indicated in the Advance Notice that it was con- 
sidering a change to the restriction practice to eliminate the 
need for a written restriction requirement and express election 
in most restriction situations. The Office was specifically con- 
sidering a change to the restriction practice to provide: (1) That 
if more than one independent and distinct invention is claimed 
in an application, the applicant is considered to have construc- 
tively elected the invention first presented in the claims; (2) for 
rejoinder of certain process claims in an application containing 
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allowed product claims; and (3) for rejoinder of certain combi- 
nation claims in an application containing allowed subcombina- 
tion claims. 


While some comments supported this proposed change, a 
large majority of comments opposed providing for presumptive 
elections. The reasons given for opposition to the proposed 
change included arguments that: (1) The commercially 
important invention may change (or is not known until) after 
the application is prepared and filed; (2) the change will increase 
cost of preparing an application since the order of claims must 
be carefully considered; (3) examiners aggressively apply 
restriction, and presumptive elections will increase the number 
of restrictions; and (4) the loss of the ability to contest improper 
restrictions prior to examination on the merits will lead to less 
likelihood of success in persuading examiner to withdraw an 
improper restriction. Several comments which opposed the pro- 
posed change offered as an alternative that the Office adopt 
the PCT unity of invention standard in considering restriction. 
Several comments which indicated that the proposed change 
would be acceptable placed the following conditions on that 
indication: (1) That any presumptive election practice not apply 
to an election of species; and (2) that an election by presumption 
apply only if an attempted telephone restriction requirement is 
not successful. 


Response: This notice does not propose changing § 1.141 
et seq. to provide for a presumptive election. The Office is 
considering the impact of applying the ‘‘unity of invention” 
standard of the PCT, rather than the ‘independent and distinct’ 
standard of 35 U.S.C. 121, in restriction practice. Nevertheless, 
this change to restriction practice, without a corresponding 
change to other patent fees, would have a negative impact on 
the Office’s ability to obtain the necessary operating funding. 


Requiring Identification of Broadening in a Reissue Application 
(Topic 16) 


The Office indicated in the Advance Notice that it was con- 
sidering a change to § 1.173 to require reissue applicants to 
identify all occurrences of broadening of the patent claims in 
a reissue application. As proposed, reissue applicants would 
have to point out all occurrences of broadening in the claims 
as an aid to examiners who should consider issues involving 
broadening relative to the two-year limit and the recapture 
doctrine. 


While a few comments supported this proposed change, a 
large majority of comments strongly opposed the concept. A 
number of those commenting were wary of the consequences 
in court resulting from their failure to identify all issues of 
broadening in a reissue application. Several of the commenters 
expressed concerns that patent owners could have their patent 
claims put at risk in litigation if they unintentionally failed to 
identify all occurrences of broadening, which they feared could 
be a basis for charging patentees with inequitable conduct. 
Some were concerned about saddling applicants with yet 
another burden which more properly should be left with the 
Office and the examiner. Others felt that any unintentional 
omission of a broadening identification could raise problems 
for the practitioner, which problems are not offset by any 
increase in benefits derived by presenting this information to 
the Office. 


Response: This notice does not propose changing § 1.173 
to require an identification of all occurrences of broadening in 
reissue claims. In view of the comments received, the Office 
will continue to rely on the examiner to identify any occurrences 
of broadening during the examination of the reissue application, 
and not impose any additional burden on the reissue applicants. 
The Office does not wish to undo the benefits of the recently 
liberalized reissue oath/declaration requirements by proposing 
additional rule changes which may add burdens as well as 
possible unforeseen risks. 


Creating Alternative Review Procedures for Applications 
Under Appeal (Topic 18) 


The Office indicated in the Advance Notice that it was con- 
sidering alternative review procedures to reduce the number 
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of appeals forwarded to the Board of Patent Appeals and Inter- 
ferences. The Office was specifically considering two alterna- 
tive review procedures to reduce the number of appeals having 
to be forwarded to the Board of Patent Appeals and Interfer- 
ences for decision. Both review procedures would have 
involved a review that would be available upon request and 
payment of a fee by the appellant, and would have involved 
review by at least one other Office official. The first review 
would have occurred after the filing of a notice of appeal but 
before the filing of an appeal brief and have involved a review 
of all rejections of a single claim being appealed to see whether 
any rejection plainly fails to establish a prima facie case of 
unpatentability. The second review would have occurred after 
the filing of an appeal brief and have involved a review of all 
rejections on appeal. 


The comments were split between supporting and opposing 
the appeal review procedures under consideration. Most com- 
ments opposing the appeal review procedures under consider- 
ation supported the concept of screening the tenability of 
rejections in applications before they are forwarded to the Board 
of Patent Appeals and Interferences, but argued that: (1) The 
proposed appeal review amounts to quality control for which 
the applicant should not be required to pay (appeal fees should 
be raised if appropriate); (2) an appeal review is meaningless 
(only advisory) unless the decision is binding on the examiner; 
(3) the Board of Patent Appeals and Interferences may give 
undue deference to a rejection that has been through an appeal 
review; and (4) the proposed appeal review will delay ultimate 
review by the Board of Patent Appealsand Interferences. Sev- 
eral comments indicated that the proposed change would be 
acceptable, but included the following conditions with that 
indication: (1) That the applicant need not pay for either review; 
(2) that the reviewer be someone outside the normal chain of 
review for an application being forwarded to the Board of Patent 
Appeals and Interferences for decision; (3) that the reviewer be 
someone who has at least full signatory authority; (4) that the 
report gives a detailed explanation of the results of the appeal 
review (especially if a position is changed/application allowed); 


(5) that fees (appeal or appeal review) be refunded if the review 
results in the allowance of the application; (6) that the pre- 
brief review involve review of the application by more than 
one person; (7) that the pre-brief review also determine whether 
any prima facie case of unpatentability has been overcome; 
and (8) that the appeal process should be revised to model the 
German Patent Office. 


Response: This notice does not propose changing § 1.191 
et seq. to provide for appeal reviews. The Office intends to 
increase the use of the current appeal conference procedures 
as set forth in section 1208 of the Manual of Patent Examining 
Procedure (7th ed. 1998) (MPEP). 


Reevaluating the Disclosure Document Program (Topic 20): 


The Office indicated in the Advance Notice that it was reeval- 
uating the Disclosure Document Program (DDP) because this 
program has been the subject of numerous abuses by so-called 
‘‘invention development companies’’ resulting in complaints 
from individual inventors, and therefore may be detrimental 
to the interests of its customers. At the same time, the distinctly 
different provisional applications provide a viable alternate 
route whereby, for the basic small entity filing fee of $75 (§ 
1.16(k)), a provisional application may be filed by a small 
entity. A provisional application does not require a claim in 
compliance with 35 U.S.C. 112, 42, or an inventor’s oath under 
35 U.S.C. 115. Although abandoned after one year, provisional 
applications are retained by the Office for at least twenty years, 
or longer if it is referenced in a patent. A provisional application 
is considered a constructive reduction to practice of an invention 
as of the filing date accorded the provisional application if it 
describes the invention in sufficient detail to enable 2 person 
of ordinary skill in the art to make and use the invention and 
discloses the best mode known by the inventor for carrying 
out the invention. Unlike the DDP, a provisional application 
may be used under the Paris Convention to establish a priority 
date for foreign filing. In other words, except for adding the best 
mode requirement, the disclosure requirements for a provisional 
application are identical to the disclosure requirements for a 
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Disclosure Document and a provisional application provides 
users with a filing date without starting the patent term period. 
Thus, almost any paper filed today as a proper Disclosure 
Document can now be filed as a provisional application with 
the necessary cover sheet. 


For these reasons, the Office posed in the Advance Notice 
several questions directed to whether the DDP served a useful 
function. Only one comment presented evidence of a single 
instance where a disclosure document was used in conjunction 
with an interference, but this person was an extensive user of 
the DDP and cautioned that independent inventors fail to keep 
records of the date of their invention. The same commenter 
suggested that if the attorney signing the provisional application 
could also claim small entity status for his client, this would 
diminish the need for the DDP. This appears likely to be adopted 
since, contemporaneously with this proposal, under Topic 1 
(relating to the simplification of the request for small entity 
status), itis being proposed that applicant or applicant’s attorney 
may assert entitlementto small entity status. This proposal will 
make it easier for both attorneys or applicants to assert small 
entity status when filing provisional applications. See discus- 
sion of proposed changes to §§ 1.9, 1.27 and 1.28 relating to 
small entity status for further details. 


Six commenters felt that the program should be eliminated 
because there is no value to applicants in light of the provisional 
application procedure. Some felt that the program creates a 
dangerous situation in that applicants may assume they are 
getting some type of patent protection or that the statutory bar 
provision in 35 U.S.C. 102(b) has been avoided. One com- 
menter characterized the DDP as an ‘‘unwitting vehicle and 
accomplice for fraud and delusion of small inventors by so- 
called ‘‘invention development companies’ ’, or self-delusions 
of independent inventors, who have been mailing thousands 
of these ‘Disclosure Documents’ to the PTO * * *.’” Another 
commenter, however, postulated that if the only difference 
between the DDP and provisional applications was the cost, 
then the cancellation of the DDP would only result in the 
abuse of the provisional patent applications at a higher cost to 
unsuspecting inventors. 


Four commenters confused the DDP with defensive publica- 
tions as their responses wrongfully indicated a belief that the 
DDP involved publication of the disclosures. One commenter 
suggested that before the program is eliminated that the Office 
should engage in an educational program (with a survey) to 
explain the questionable value of the program and alternative 
procedures available to the public. The commenter further 
stated that the education program should focus on those individ- 
uals who use the DDP and could include a survey of those 
individuals to determine the benefit to the public. A second 
commenter supported the concept of contacting the independent 
inventors. At least one other comment suggested that elimina- 
tion might be detrimental to individual inventors. 


Response: A review of the comments on this proposal reveals 
that the independent inventor community submitted only a 
few of the responses. The Office considers it inappropriate to 
proceed with this proposal in the absence of greater input from 
the independent inventor community. Therefore, this notice 
does not propose changes to the rules of practice concerning 
the Disclosure Document Program. The Office will continue 
to study the Disclosure Document Program and seek greater 
input from the independent inventor community before any 
further action is taken. In this regard, the matter will be referred 
to the Office of Independent Inventor Programs, headed by 
Director Donald Grant Kelly. The Office of Independent 
Inventor Programs was established on March 15, 1999. 
Reporting directly to the Commissioner, this new office was 
established to provide assistance to independent inventors, par- 
ticularly in terms of improved communications, educational 
outreach, and Office-based support. In addition, the Office 
of Independent Inventor Programs will work to establish or 
strengthen cooperative efforts with the Federal Trade Commis- 
sion, the Department of Justice, and various Bar Associations 
to address the growing problem of invention development com- 
pany marketing scams. 
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Creating a Patent and Trademark Office Review Service for 
Applicant-Created Forms (Topic 21) 


The Office indicated that it was considering establishing a 
new service, under which the Office would (for a fee) review 
applicant-created forms intended to be used for future corre- 
spondence to the Office. After the review is completed, the 
Office would provide a written report, including comments 
and suggestions (if any), but the Office would not formally 
‘‘approve’’ any form. If a (reviewed) form is modified in view 
of a Office written report, comments and/or suggestion, the 
revised form could be resubmitted to the Office for a follow 
’ up review for an additional charge (roughly estimated at approx- 
imately $50). After a form has been reviewed and revised, as 
may be needed, to comply with the Office’s written report, it 
would be acceptable for the form to indicate if it is a substitute 
for an Office form, and that it has been ‘“‘reviewed by the 
Patent and Trademark Office.’’ 


The Office received few comments on this proposal. Of those 
comments received on this proposal, most supported this new 
service. The comments included the following specific concerns 
and suggestions: (1) That the form review service be optional 
and not mandatory; (2) that there be one fee per form, regardless 
of the number of submissions needed to have the form reviewed; 
(3) the service had little value unless the Office would be 
willing to approve a form; and (4) the time has come to require 
the use of mandatory forms. 


Response: The Office indicated in the Advance Notice that 
this new service would involve significant start-up costs, and, 
absent positive feedback on the matter, the Office does not 
intend to implement this new service. See Changes to Imple- 
ment the Patent Business Goals, 63 FRat 53530, 1215 Off. 
Gaz. Pat. Office at 117. In view of the limited interest shown 
by the comments in this new service, the Office has decided 
not to proceed with the proposal to provide a review service 
for applicant-created forms. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 
and 10, are proposed to be amended as follows: 


Part 1 


Section 1.4: Section 1.4(b) is proposed to be amended to 
refer to a patent or trademark application, patent file, trademark 
registration file, or other proceeding, rather than only an appli- 
cation file. Section 1.4(b) is also proposed to be amended to 
provide that the filing of duplicate copies of correspondence 
in a patent or trademark application, patent file, trademark 
registration file, or other proceeding should be avoided (except 
in situations in which the Office requires the filing of duplicate 
copies), and that the Office may dispose of duplicate copies 
of correspondence in a patent or trademark application, patent 
file, trademark registration file, or other proceeding. Finally, 
§ 1.4(b) and § 1.4(c) are also proposed to be amended to change 
“*should’’ to ‘‘must’’ because the Office needs separate copies 
of papers directed to two or more files, or of papers dealing 
with different subjects. 


Section 1.6: Section 1.6(d)(9) is proposed to be amended to 
delete the reference to recorded answers under § 1.684(c), as 
§ 1.684(c) has been removed and reserved. 


Section 1.9: Section 1.9(f) is proposed to be amended to 
provide the definition of who can qualify to pay small entity 
fees, and paragraphs (c) through (e) of § 1.9 are proposed to 
be removed and reserved. 


Paragraph (f) of § 1.9 is proposed to: (1) Be reformatted, (2) 
define a ‘‘person’’ to include inventors and also noninventors 
holding rights in the invention, (3) explain that qualification 
depends on whether any rights in the invention were transferred 
and to whom, and (4) provide that a license by a person to the 
Government under certain situations does not bar entitlement 
to small entity status. 
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Section 1.9 paragraph (f) is proposed to be reformatted to 
place the subject matter relating to definitions of small entities: 
(1) Persons, (2) small business concerns; and (3) nonprofit 
organizations, in one paragraph rather than as currently in 
paragraphs (c) through (e). The expression ‘‘independent 
inventor’’ of current paragraph (c) is proposed to be replaced 
with the term “‘person”’ in paragraph (f)(1) (and other para- 
graphs of this section). The term ‘‘person’’ in paragraph (f) is 
proposed to be defined to include individuals who are inventors 
and also individuals who are not inventors but who have been 
transferred some right or rights in the invention. This would 
clarify that individuals who are not inventors but who have 
rights in the invention are covered by the provisions of §§ 1.9 
and 1.27. 


Paragraphs (f)(2)(i) and (f)(3)(i) of § 1.9 are proposed to be 
added to clarify that in order for small entity businesses and 
nonprofit organizations to remain entitled to small entity status, 
they must not in some manner transfer or be under an obligation 
to transfer any rights in the invention to any party that would 
not qualify for small entity status. Current § 1.27 paragraphs 
(b), (f)(1)(iii), and (f)(1)(ii1) make clear that this rights transfer 
requirement applies to all parties (independent inventors, small 
businesses and nonprofit organizations, respectively). The 
absence of this requirement however, from current § 1.9 para- 
graphs (d) and (e) (small business and uunprofit organization, 
respectively), notwithstanding its presence in § 1.9 paragraph 
(c) (independent inventor), has lead to confusion as to the 
existence of such a requirement for small businesses and non- 
profit organizations. In view of the appearance of the rights 
transfer requirement in § 1.9, it is proposed to be removed 
from all paragraphs of § 1.27. 


Paragraph (f)(4)(i) of § 1.9 is proposed to be added to provide 
a new exception relating to the granting of a license to the U.S. 
Government by a person, that results from a particular rights 
determination. Such a license would not bar entitlement to 
small entity status. Similarly paragraph (f)(4)(ii) of § 1.9 is 
proposed to be added to have transferred to it (from current § 


1.27 paragraphs (c)(2) and (d)(2)) the current exceptions 
relating to a licence to a Federal agency by a small business 
or a nonprofit organization resulting from a particular funding 
agreement. Again, such a license would not bar entitlement to 
small entity status. 


For additional proposed changes to small entity requirements 
see §§ 1.27 and 1.28. 


Section 1.9(i) is proposed to be added to define ‘‘national 
security classified.’’ Section 1.9(i), as proposed, defines 
‘‘national security classified’’ as used in 37 CFR Chapter | as 
meaning “‘specifically authorized under criteria established by 
an Act of Congress or Executive order to be kept secret in the 
interest of national defense or foreign policy and, in fact, prop- 
erly classified pursuant to Act of Congress or Executive order.” 


Section 1.12: Section 1.12(c)(1) is proposed to be amended 
to change the reference to the fee set forth in “*§§ 1.17(i)”’ to 
the fee set forth in ‘*§ 1.17(h).’’ This change is for consistency 
with the changes to § 1.17(h) and § 1.17(i). See discussion of 
changes to § 1.17(h) and § 1.17(i). 


Section 1.14: Section 1.14 is proposed to be amended to 
make it easier to understand. Section 1.14 is also proposed to 
be amended to provide that the Office will no longer give status 
information or access in certain situations where applicants 
have an expectation of confidentiality. 


Section 1.14(a) is proposed to be amended to define *‘status 
information’’ and ‘‘access.’’ **Status information’’ is proposed 
to be defined as information that the application is pending, 
abandoned, or patented, as well as the application numeric 
identifier. An application’s numeric identifier is (a) the applica- 
tion number, or (b) the serial number and filing date, or date 
of entry into the national stage. If an international application 
has not been assigned a U.S. application number, no such 
application number can be provided by the Office. 


Section 1.14 as proposed would also eliminate the provisions 
making available data on any continuing cases of an application 
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identified in a patent. (The provisions of current § 1.14(a)(1)(ii) 
are proposed to be deleted.) 


Section 1.14(b) is proposed to be amended to state when 
status information may be supplied, retaining the reasons set 
forth in current § 1.14(a)(1)(i). Section 1.14(b)(3) is proposed 
to be simplified so as to indicate that status information will 
be given for international applications in which the United 
States is designated, even if that application has not yet entered 
the national stage. 


Section 1.14(c) is proposed to be amended to contain the 
provisions of current § 1.14(a)(2). 


The provisions of current §§ 1.14(a)(3)(i), 1.14(a)(3)(iv)(C) 
and 1.14(a)(3)(iv)(D) are proposed to be deleted, and the 
remaining provisions of § 1.14(a)(3) are proposed to be sepa- 
rated into § 1.14(d) and 1.14(e). 


Section 1.14(d), as proposed, substantially corresponds to 
current § 1.14(a)(3)(iii) with additional text from current § 
1.14(e)(2). Section 1.14(d), as proposed, states that an applicant, 
an attorney oragent of record, or an applicant’s assignee may 
have access to an application by filing a power to inspect. In 
addition, § 1.14(d), as proposed, provides that if an executed 
oath or declaration has not been filed, a registered attorney or 
agent named in the papers filed with the application may have 
access, or authorize another person to have access, to an applica- 
tion by filing a power to inspect. The form for a power to 
inspect is PTO/SB/67. 


Section 1.14(e), as proposed, substantially corresponds to 
current § 1.14(a)(3) and states that any person may obtain 
access to an application by submitting a request for access if 
certain conditions apply. Access to international phase applica- 
tion files is governed by the provisions of the PCT and not by 
§ 1.14. The form for a request for access to an abandoned 
application is PTO/SB/68. Section |.14(e)(1), as proposed, cor- 
responds to current § 1.14(a)(3)(ii). Section 1.14(e)(2)(i) cor- 
responds to current § 1.14(a)(3){iv)(A). Section 1.14(e)(2)(ii), 
as proposed, corresponds to current § 1.14(a)(3)(iv)(B). 


Current § 1.14 (b), (c), (d), (f), and (g) are proposed to be 
redesignated § 1.14 (f), (g), (h), (i) and (j), respectively. 


Current § 1.14(e) is proposed to be redesignated § 1.14(k) 
and to be amended to explain the requirements of a petition 
for access and include the provisions of current § 1.14(e)(1). 
Current § 1.14(e)(2) is proposed to be moved to proposed § 
1.14(d). 


Section 1.14(k) is also proposed to indicate that the Office 
may provide access or copies of an application if necessary to 
carry out an Act of Congress or if warranted by other special 
circumstances. The Office may, for example, provide access 
to, or copies of, applications to another federal government 
agency, such as a law enforcement agency, whether the Office 
is acting on its own initiative or in response to a petition 
from the other agency when access is needed for a criminal 
investigation. The Office may additionally provide access or 
copies without requiring the other federal agency to file a 
petition including a showing that access to the application 
is necessary to carry out an Act of Congress or that special 
circumstances exist which warrant petitioner being granted 
access to the application. 


Section 1.17: Section 1.17(h) and § 1.17(i) are proposed to 
be amended to characterize the fee set forth in § 1.17(h) as a 
petition fee, and the fee set forth in § 1.17(i) as a processing 
fee. Section 1.17(h) is proposed to be amended to list only 
those matters that require the exercise of judgment or discretion 
in determining whether the request/petition will be granted or 
denied (e.g., 1.47, 1.53, 1.182, 1.183, 1.313). Section 1.17(i) 
is proposed to be amended to list those matters that do not 
require the exercise of judgment or discretion, but which are 
routinely granted once the applicant has complied with the 
stated requirements (e.g., 1.41, 1.48, 1.55). Thus, the Office 
proposes to amend § 1.17(h) and § 1.17(i) to locate matters 
requiring a petition in § 1.17(h), and those matters that do not 
require a petition, but only a processing fee, in § 1.17(i). Section 
1.17(i) is also proposed to be amended to provide a processing 
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fee for: (1) Filing a nonprovisional application in a language 
other than English (§ 1.52(d)), now in § 1.17(k); and (2) filing 
an oath or declaration pursuant to 35 U.S.C. 371(c)(4) naming 
an inventive entity different from the inventive entity set forth 
in the international stage (§ 1.497(d)). 


Section 1.17(k) is proposed to be amended to provide a $200 
fee for processing an application containing color drawings or 
photographs. 


Section 1.17 (1) and (m) are proposed to be amended for 
clarity and to eliminate unassociated text. 


Section 1.17(q) is proposed to be amended for consistency 
with § 1.17(h) and § 1.17(i), as the matters listed therein apply 
to provisional applications. 


Section 1.17(t) is proposed to be added to provide a fee for 
filing a request for expedited examination under § 1.155(a). 


Section 1.19: Section 1.19(a) is proposed to be amended to 
clarify that the fees set forth in § 1.19(a)(1) do not apply to 
patents containing a color photograph or drawing, that the fee 
in § 1.19(a)(2) applies to plant patents in color, and that the 
fee in § 1.19(a)(3) applies to patents (other than plant patents) 
containing a color drawing. 


Section 1.19(b)(2) is proposed to be amended to provide a 
fee of $250 for a certified or uncertified copy of a patent- 
related file wrapper and contents of 400 or fewer pages, and 
an additional fee of $25 for each additional 100 pages or portion 
thereof. Due to increases in the number of pages in the contents 
of patent, patent application, and patent-related interference 
files, the Office is adjusting the fee specified in § 1.19(b)(2) 
to recover its cost of providing copies of these files. To better 
allocate costs, the Office is proposing to charge a ‘‘flat’’ rate 
of $250 for a copy of a patent-related file wrapper and contents 
of 400 or fewer pages (which includes most patent-related 
files), but charge an additional fee of $25 for each additional 
100 pages or portion thereof to make persons requesting copies 
of patent-related files having contents containing a large number 
of pages (e.g., interference proceedings) bear the cost of making 
copies of such files. Since the Office cannot ascertain the exact 
number of pages of the contents of a patent-related file, the 
Office expects to determine the additional fee in proposed § 
1.19(b)(2)(ii) by estimating (e.g., by measuring file thickness) 
rather than actually counting pages. 


Section 1.19(h) is proposed to be removed. The $25 fee 
under § 1.19(h) for obtaining a corrected or duplicate filing 
receipt is no longer necessary as the Office is now performing 
that service without charge. Consequently, where a filing receipt 
has an error in it, applicants no longer need to provide a showing 
that the error was due to Office mistake or pay a $25 fee for 
the corrected receipt. See Changes In Practice In Supplying 
Certified Copies And Filing Receipts, Notice, 1199 Off. Gaz. 
Pat. Office 38 (June 10, 1997). 


Section 1.22: Section 1.22(b) is proposed to be amended to 
change “‘should’’ to *‘must’* because the Office needs fees to 
be submitted in such a manner that it is clear for which purpose 
the fees are paid. Section 1.22(b) is also proposed to be amended 
to provide that the Office may return fees that are not itemized 
as required by § 1.22(b), and that the provisions of § 1.5(a) 
do not apply to the resubmission of fees returned pursuant to 
§ 1.22. 


Section 1.22(c) is proposed to be added to define, based 
upon current Office practice, when a fee is considered paid 
Section 1.22(c)(1)(i) is proposed to provide that a fee paid 
by anauthorization to charge such fee to a deposit account 
containing sufficient funds to cover the applicable fee amount 
(§ 1.25) is considered paid on the date the paper for which the 
fee is payable is received in the Office (§ 1.6), if the paper 
including the deposit account charge authorization was filed 
prior to or concurrently with such paper. Section 1.22(c)(1)(ti) 
is proposed to provide that a fee paid by an authorization to 
charge such fee to a deposit account containing sufficient funds 
to cover the applicable fee amount (§ 1.25) is considered paid 
on the date the paper including the deposit account charge 
authorization is received in the Office (§ 1.6), if the deposit 
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account charge authorization is filed after the filing of the paper 
for which the fee is payable. The provision of § 1.22(c)(1)(ii) 
would apply, for example, in the following situation: In reply 
to an Office action setting a three-month shortened statutory 
period for reply, a paper is filed three and one-half months 
after the mail date of the Office action without payment of the 
fee for a one-month extension of time. Thereafter, the applicant 
discovers the lack of payment and files a second paper including 
an authorization to charge the appropriate fee for any extension 
of time required, but the second paper is received in the Office 
(§ 1.6) four and one-half months from the mail date of the 
Office action. The fee required for the reply to the Office action 
to be timely is considered paid when the second paper was 
received (§ 1.6) in the Office. Section 1.22(c)(1)(iii) is proposed 
to provide that a fee paid by an authorization to charge such 
fee to a deposit account containing sufficient funds to cover 
the applicable fee amount (§ 1.25) is considered paid on the date 
of the agreement, if the deposit account charge authorization is 
the result of an agreement between the applicant and an Office 
employee as long as the agreement is reduced to a writing. 
That is, the fee is considered paid on the date of the agreement 
(e.g., the date of the interview), and the date the agreement is 
subsequently reduced to writing (e.g., the mail date of the 
interview summary) is not relevant to the date the fee is consid- 
ered paid. 


Section 1.22(c)(2) is proposed to provide that a fee paid 
other than by an authorization to charge such fee to a deposit 
account is considered paid on the date the applicable fee amount 
is received in the Office (§ 1.6). Section 1.22(c)(3) is proposed 
to provide that the applicable fee amount is determined by the 
fee in effect on the date such fee is paid in full. When fees 
change (due to a CPI increase under 35 U.S.C. 41(f) or other 
legislative change), the Office generally accords fee payments 
the benefit of the provisions of § 1.8 vis-a-vis the applicable 
fee amount even though the fee is not considered paid until it 
is received in the Office (§ 1.6). See Revision of Patent Fees 
for Fiscal Year 1999, Final Rule Notice, 63 FR67578, 67578- 
79 (December 8, 1998), 1217 Off. Gaz. Pat. Office 148, 148 
(December 29, 1998). This treatment of fee payments is an 
‘‘exception’’ to the provisions of § 1.22(c) as proposed, in that 
such fee would be not be entitled to any benefit under § 1.8 
vis-a-vis the applicable fee amount but for the express exception 
provided in the fee change rulemaking. Of course, a fee is 
considered timely if the fee is submitted to the Office under 
the procedure set forth in § 1.8(a) (unless excluded under § 
1.8(a)(2)), even though the fee is not considered paid until it 
is actually received in the Office (§ 1.6). 


Section 1.25: Section 1.25(b) is proposed to be amended to 
provide that an authorization to charge fees under § 1.16 in an 
application submitted under § 1.494 or § 1.495 will be treated 
as an authorization to charge fees under § 1.492. There are 
many instances in which papers filed for the purpose of entering 
the national stage under 35 U.S.C. 371 and § 1.494 or § 1.495 
include an authorization to charge fees under § 1.16 (rather 
than fees under § 1.492). In such instances, the Office treats 
the authorization as an authorization to charge fees under § 
1.492 since: (1) Timely payment of the appropriate national 
fee under § 1.492 is necessary to avoid abandonment of the 
application as to the United States; and (2) the basic filing fee 
under § 1.16 is not applicable to such papers or applications. 
Therefore, the Office is proposing to change § 1.25(b) to place 
persons filing papers to enter the national stage under 35 U.S.C. 
371 and § 1.494 or § 1.495 on notice as to how an authorization 
to charge fees under § 1.16 will be treated. 


Section 1.25(b) is also proposed to be amended to provide 
that an authorization to charge fees set forth in § 1.18 to a 
deposit account is subject to the provisions of § 1.311(b). 


Section 1.26: The Office is proposing to amend the rules of 
practice to provide that all requests for refund must be filed 
within specified time periods. The rules of practice do not 
(other than in the situation in which a request for refund is 
based upon subsequent entitlement to small entity status) set 
any time period (other than “‘a reasonable time’’) within which 
a request for refund must be filed. In the absence of such a 
time period, Office fee record keeping systems and business 
planning must account for the possibility that a request for 
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refund may be filed at any time, including many years after 
payment of the fee at issue. 


It is a severe burden on the Office to treat a request for 
refund filed years after payment of the fee at issue. Since Office 
fee record keeping systems change over time, the Office must 
check any system on which fees for the application, patent or 
trademark registration have been posted to determine what fees 
were in fact paid. In addition, changes in fee amounts, which 
usually occur on October | of each year, make it difficult to 
determine with certainty whether a fee paid years ago was the 
correct fee at the time and under the condition it was paid. 


It also causes business planning problems to account for the 
possibility that a request for refund may be filed years after 
payment of the fee at issue. Without any set time period within 
which a request for refund must be filed, the Office must 
maintain fee records, in any automated fee record keeping 
system ever used by the Office, in perpetuity. Finally, as the 
Office car never be absolutely certain that a submitted fee was 
not paid by mistake or in excess of that required, the absence 
of such a time period subjects the Office to unending and 
uncertain financial obligations. 


Accordingly, the Office is proposing to amend § 1.26 to 
provide non-extendable time periods within which any request 
for refund must be filed to be timely. 


Section 1.26(a) is proposed to be amended by dividing its 
first sentence into two sentences. Section 1.26(a) is further 
amended for consistency with 35 U.S.C. 42(d) (‘*[t]he Commis- 
sioner may refund a fee paid by mistake or any amount paid 
in excess of that required’’). Under 35 U.S.C. 42(d), the Office 
may refund: (1) a fee paid when no fee is required (a fee paid 
by mistake); or (2) any fee paid in excess of the amount of 
fee that is required. See Ex parte Grady, 59 USPQ 276, 277 
(Comm’r Pats. 1943) (the statutory authorization for the refund 
of fees under the ‘‘by mistake’’ clause is applicable only to a 
mistake relating to the fee payment). In the situation in which 
an applicant or patentee takes an action ‘‘by mistake”’ (e.g., files 
an application or maintains a patent in force ‘‘by mistake’’), the 
submission of fees required to take that action (e.g., a filing 
fee submitted with such application or a maintenance fee sub- 
mitted for such patent) is not a ‘‘fee paid by mistake’’ within 
the meaning of 35 U.S.C. 42(d). Section 1.26(a) is also proposed 
to be amended to revise the ‘‘change of purpose’’ provisions 
to read ‘‘[a] change of purpose after the payment of a fee, as 
when a party desires to withdraw a patent or trademark filing 
for which the fee was paid, including an application, an appeal, 
or a request for an oral hearing, will not entitle a party to a 
refund of such fee.”’ 


Section 1.26(a) is also proposed to be amended to change 
the sentence ‘‘[aJmounts of twenty-five dollars or less will not 
be returned unless specifically requested within a reasonable 
time, nor will the payer be notified of such amount; amounts 
over twenty-five dollars may be returned by check or, if 
requested, by credit to a deposit account’’ to *‘[t}he Office will 
not refund amounts of twenty-five dollars or less unless a refund 
is specifically requested, and will not notify the payor of such 
amounts.’’ Except as discussed below, the Office intends to 
continue to review submitted fees to determine that they have 
not been paid by mistake or in excess of that required, and to 
sua sponte refund fees (of amounts over twenty-five dollars) 
determined to have been paid by mistake or in excess of that 
required. Section 1.26(a), however, is proposed to be amended 
to eliminate language that appears to obligate the Office to sua 
sponte refund fees to be consistent with the provisions of § 
1.26(b) which requires that any request for refund be filed 
within a specified time period. 


Section 1.26(a) is also proposed to be amended to facilitate 
refunds by electronic funds transfer. Section 31001(x) of the 
Omnibus Consolidated Rescissions and Appropriations Act of 
1996, Pub. L. 104-134, 110 Stat. 1321 (1996) (the Debt Collec- 
tion Improvement Act of 1996), amended 31 U.S.C. 3332 to 
require that all disbursements by Federal agencies (subject to 
certain exceptions and waivers) be made by electronic funds 
transfer. The Department of the Treasury has implemented this 
legislation at 31 CFR Part 208. See Management of Federal 
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Agency Disbursements, Final Rule Notice, 63 FR 51489 (Sep- 
tember 25, 1998). Thus, § 1.26(a) is proposed to be amended 
to enable the Office to obtain the banking information necessary 
for making refunds by electronic funds transfer in accordance 
with 31 U.S.C. 3332 and 31 CFR Part 208. 


Specifically, § 1.26(a) is also proposed to be amended such 
that if a party paying a fee or requesting a refund does not 
instruct that refunds be credited to a deposit account, the Office 
will attempt to make any refund by electronic funds transfer. 
If such party does not provide the banking information neces- 
sary for making refunds by electronic funds transfer, the Com- 
missioner may either require such banking information or use 
the banking information on the payment instrument to make a 
refund. This provision will authorize the Office to: (1) Use the 
banking information on the payment instrument (e.g., a personal 
check is submitted to pay the fee) when making a refund due 
to an excess payment; or (2) require such banking information 
in other situations (e.g., a refund is requested or a money 
order or certified bank check is submitted containing an excess 
payment). The purpose of this proposed change to § 1.26(a) 
is to encourage parties to submit the banking information neces- 
sary for making refunds by electronic funds transfer (if not on 
the payment instrument) up-front, and not to add a step 
(requiring such banking information) to the refund process. 
If it is not cost-effective to require the banking information 
necessary for making refunds by electronic funds transfer, the 
Office may simply issue any refund by treasury check. See 31 
CFR 208.4(f). 


Section 1.26(b) is proposed to be added to provide that any 
request for refund must be filed within two years from the date 
the fee was paid, except as otherwise provided in § 1.26(b) or 
in § 1.28(a). See the discussion of proposed § 1.22(c) con- 
cerning the date a fee is considered paid. 


Section 1.26(b) is also proposed to provide that if the Office 
charges a deposit account by an amount other than an amount 
specifically indicated in an authorization (§ 1.25(b)), any 
request for refund based upon such charge must be filed within 
two years from the date of the deposit account statement indi- 
cating such charge, and that such request must be accompanied 
by a copy of that deposit account statement. This provision of 
§ 1.26(b) would apply, for example, in the following types of 
situations: (1) A deposit account is charged for an extension 
of time as a result of there being a prior general authorization 
in the application (§ 1.136(a)(3)); or (2) a deposit account is 
charged for the outstanding balance of a fee as a result of an 
insufficient fee being submitted with an authorization to charge 
the deposit account for any additional fees that are due. In 
these situations, the party providing the authorization is not in 
a position to know the exact amount by which the deposit 
account will be charged until the date of the deposit account 
statement indicating the amount of the charge. 


Finally, § 1.26(b) is proposed to provide that the time periods 
set forth in § 1.26(b) are not extendable. 


Section 1.27: The Office is considering simplifying appli- 
cant’s request for small entity status under § 1.27. The currently 
used small entity statement forms are proposed to be eliminated 
as they would no longer be needed. Some material in § 1.28 
is proposed to be reorganized into § 1.27. 


Small entity status would be established at any time by a 
simple assertion of entitlement to small entity status. The cur- 
rently required statements, which include a formalistic refer- 
ence to § 1.9, would no longer be required. Payment of an 
exact small entity basic filing or national fee would also be 
considered an assertion of small entity status. This would be 
so even if the wrong exact basic filing or national fee was 
selected. To establish small entity status after payment of the 
basic filing fee as a non-small entity, a written assertion of 
small entity status would be required to be submitted. The 
parties who could assert small entity status would be liberalized 
to include one of several inventors or a partial assignee. 


Other clarifying changes are proposed to be made including 
a transfer of material into § 1.27 from § 1.28 drawn towards: 
(1) Assertions in related, continuing and reissue applications; 
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(2) notification of loss of entitlement to small entity status; 
and (3) fraud on the Office in regard to establishing small entity 
status or paying small entity fees. 


While there would be no change in the current requirement 
to make an investigation in order to determine entitlement to 
small entity status, a recitation would be added noting the need 
for a determination of entitlement prior to an assertion of status; 
the Office would only be changing the ease with which small 
entity status could be claimed once it has been determined that 
a claim to such status is appropriate. 


For additional proposed changes to small entity requirements 
see §§ 1.9 and 1.28. 


Problem and Background 


Section 1.27 currently requires that a request for small entity 
status be accompanied by submission of an appropriate state- 
ment that the party seeking small entity status qualifies in 
accordance with § 1.9. Either a reference to § 1.9 or a specific 
statement relating to the provisions of § 1.9 is mandatory. 
For a small business, the small business must either state that 
exclusive rights remain with the small business, or if not, iden- 
tify the party to which some rights have been transferred so 
that the party to which rights have been transferred can submit 
its own small entity statement (current § 1.27(c)(1)(iii)). This 
can lead to the submission of multiple small entity statements 
for each request for small entity status where rights in the 
invention are split. The request for small entity status and 
reference/statement may be submitted prior to paying, or, at 
the latest, at the time of paying, any small entity fee. In part, 
to ensure that at least the reference to § 1.9 is complied with, 
the Office has produced four types of small entity statement 
forms (including ones for the inventors, small businesses and 
non-profit organizations) that include the required reference to 
§ 1.9 and specific statements as to exclusive rights in the 
invention. Where an application has not been assigned and 
there are multiple inventors, each inventor must actually sign 
a small] entity statement, the execution of which must all be 
coordinated and submitted at the same time. Similarly, coordi- 
nation of execution and submission of statements is needed 
where there is more than one assignee. Additionally, the state- 
ment forms relating to small businesses and non-profit organi- 
zations need to be signed by an appropriate official empowered 
to act on behalf of the small business or non-profit organization. 
Refunds of non-small entity fees can only be obtained if a refund 
is specifically requested within two months of the payment of 
the full (non-small entity) fee and is supported by all required 
small entity statements. See current § 1.28(a)(1). The current 
two-month refund window under § 1.28 is not extendable. 


The rigid requirements of §§ 1.27 and 1.28 have led to a 
substantial number of problems. Applicants, particularly pro 
se applicants, do not always recognize that a particular reference 
to § 1.9 is required in their request to establish small entity 
status. They believe that all they have to do is pay the small 
entity fee and state that they are a small entity. Further, the 
time required to ascertain who are the appropriate officials to 
sign the statement and to have the statements (referring to § 
1.9) signed and collected (where more than one is necessary), 
results, in many instances, in having to pay the higher non- 
small] entity fees and then seek a refund. These situations result 
in: (1) Small entity applicants also having to pay additional 
fees (e.g., surcharges and extension(s) of time fees for the 
delayed submission of the small entity statement form); (2) 
additional correspondence with the office to perfect a claim 
for small entity status; and (3) the filing of petitions with 
petition fees to revive abandoned applications. This increases 
the pendency of the prosecution of the application in the Office 
and, in some cases, results in loss of patent term. For example, 
under current procedures, if a pro se applicant files a new 
application with small entity fees but without a small entity 
statement, the office mails a notice to the pro se applicant 
requiring the full basic filing fee of a non-small entity. Even 
if the applicant timely files a small entity statement, the appli- 
cant must still timely pay the small entity surcharge for the 
delayed submission of the small entity statement to avoid aban- 
donment of the application. A second example is a non-profit 
organization paying the basic filing fee as a non-small entity 
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because of difficulty in obtaining the non-profit small entity 
statement form signed by an appropriate official. In this situa- 
tion, a refund pursuant to § 1.26, based on establishing status 
as a small entity, may only be obtained if a statement under § 
1.27 and the request for a refund of the excess amount are filed 
within the non-extendable two-month period from the date of 
the timely payment of the full fee. A third example is an 
application filed without the basic filing fee on behalf of a 
small business by a practitioner who includes the standard 
authorization to pay additional fees. The Office will immedi- 
ately charge the non-small entity basic filing fee without spe- 
cific notification thereof at the time of the charge. By the time 
the deposit account statement is received and reviewed, the 
two-month period for refund may have expired. 


Accordingly, a simpler procedure to establish small entity 
status would reduce processing time within the Office (Patent 
Business Goal 1) and would be a tremendous benefit to small 
entity applicants as it would eliminate the time-consuming and 
aggravating processing requirements that are mandated by the 
current rules. Thus, the proposed simplification would help 
small entity applicants to receive patents sooner with fewer 
expenditures in fees and resources and the office could issue 
the patent with fewer resources (Patent Business Goals 4 and 
5). 


Assertion as to Entitlement to Small Entity Status; Assertion 
by Writing 


The Office is proposing to allow small entity status to be 
established by the submission of a simple written assertion of 
entitlement to small entity status. The current formal require- 
ments of § 1.27, which include a reference to either § 1.9, or 
to the exclusive rights in the invention, would be eliminated. 


The written assertion would not be required to be presented 
in any particular form. Written assertions of small entity status 
or references to small entity fees would be liberally interpreted 
to represent the required assertion. The written assertion could 
be made in any paper filed in or with the application and need 
be no more than a simple sentence or a box checked on an 
application transmittal letter or reply cover sheet. It is the intent 
of the Office to modify its application transmittal forms to 
provide for such a check box. Accordingly, small entity status 
could be established without submission of any of the current 
small entity statement forms (PTO/SB/09-12) that embody and 
comply with the current requirements of § 1.27 and which are 
now used to establish small entity status. 


Assertion by Payment of Small Entity Basic Filing or 
National Fee 


The payment of an exact small entity basic filing or national 
fee will also be considered to be a sufficient assertion of entitle- 
ment to small entity status. An applicant filing a patent applica- 
tion and paying an exact small entity basic filing or national 
fee would automatically establish small entity status for the 
application even without any further written assertion of small 
entity status. This is so even if an applicant were to inadvertently 
select the wrong type of small entity basic filing or national 
fee for the application being filed. If small entity status was 
not established when the basic filing fee was paid, such as by 
payment of a large entity basic filing or national fee, a later 
claim to small entity status would require a written assertion. 
Payment of a small entity fee other than a small entity basic 
filing or national fee (e.g., extension of time, or issue fee) 
without inclusion of a written assertion would not be sufficient. 


Even though applicants can assert small entity status by 
payment of an exact small entity basic filing or national fee, 
the Office strongly encourages applicants to file a written asser- 
tion of small entity status. A written assertion would guarantee 
the applicant that the application will have small entity status 
even if applicant fails to pay the exact small entity basic filing 
or national fee. The limited provision providing for small entity 
status by payment of an exact small entity basic filing or national 
fee is only intended to act as a safety net to avoid possible 
financial loss to inventors or small businesses that can qualify 
for small entity status. 
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Caution: Even though small entity status would be accorded 
where the wrong type of small entity basic filing fee or national 
fee were selected but the exact amount of the fee were paid, 
applicant would still need to pay the correct small entity amount 
for the basic filing or national fee where selection of the wrong 
type of fee results in a deficiency. While an accompanying 
general authorization to charge any additional fees would suf- 
fice to pay the balance due of the proper small entity basic 
filing or national fee, specific authorizations to charge fees 
under § 1.17 or extension of time fees would not suffice to 
pay any balance due of the proper small entity basic filing or 
national fee because they do not actually authorize payment 
of small entity amounts. 


Examples: Applications under 35 U.S.C. 111: If an applicant 
were to file a utility application under 35 U.S.C. 111 yet only 
pay the exact small entity amount for a design application 
(currently the small entity filing fees for utility and design 
applications are $380 and $155, respectively), small entity 
status for the utility application would be accorded. See the 
following examples: 


(1) Where the utility application was filed inadvertently with 
the exact small entity basic filing fee for a design application 
rather than for a utility application and an authorization to 
charge the filing fee was not present, the Office would accord 
small entity status and mail a Notice to File Missing Parts of 
Application, requiring the $225 difference between the small 
entity utility application filing fee owed and the small entity 
design application filing fee actually paid plus a small entity 
surcharge (of $65) for the late submission of the correct filing 
fee. 


(2) Where the utility application was filed without any filing 
fee but the $155 exact small entity filing fee for a design 
application was inadvertently paid in response to a Notice to 
File Missing Parts of Application, small entity status would be 
established even though the correct small entity filing fee for 
a utility application was not fully paid. While the Office will 
notify applicant of the remaining amount due, the period for 
reply to pay the correct small entity utility basic filing fee 
would, however, continue to run. Small entity extensions of 
time under § 1.136(a) would be needed for the later submission 
of the $225 difference between the $380 small entity utility 
basic filing fee owed and the $155 small entity design filing 
fee inadvertently paid. If there was an authorization to charge 
a deposit account in the response to the Notice, the $225 differ- 
ence would have been charged along with the small entity $65 
surcharge and the period for response to the Notice to File 
Missing Parts of Application would not continue to run. 


Applications entering that national stage under 35 U.S.C. 
371: Section 1.492(a) sets forth five (5) different basic national 
fee amounts which apply to different situations. If an applicant 
pays a basic national fee which is the exact small entity amount 
for one of the fees set forth in § 1.492(a), but not the particular 
fee which applies to that application, the applicant will be 
considered to have made an assertion of small entity status. 
This is true whether the fee paid is higher or lower than the 
actual fee required. See the following examples. 


(1) An applicant pays $485 (the small entity amount due 
under § 1.492(a)(3), where the United States was neither the 
International Searching Authority (ISA) nor the International 
Preliminary Examining Authority (IPEA) and the search report 
was not prepared by the European Patent Office (EPO) or 
Japanese Patent Office (JPO)) when in fact the required small 
entity fee is $420 under § 1.492(a)(5), because the JPO or EPO 
prepared the search report. The applicant will be considered 
to have made the assertion of small entity status. The office 
will apply $420 to the payment of the basic national fee and 
refund the overpayment of $65. 


(2) An applicant pays $420 (the small entity fee due under 
§ 1.492(a)(5) where the search report was prepared by the EPO 
or JPO). In fact, the search report was prepared by the Australian 
Patent Office and no preliminary examination fee was paid to 
the Patent and Trademark Office. Thus, the required small 
entity fee is $485 under § 1.492(a)(3). The applicait will be 
considered to have made the assertion of small entity status. 
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If the applicant has authorized payment of fee deficiencies to 
a deposit account, the Office will charge the $65 to the deposit 
account and apply it and the $420 to the basic national fee. If 
there is no authorization or there are insufficient fees in the 
deposit account, the basic national fee payment is insufficient. 
If the balance is not provided before 20 or 30 months from 
the priority date has expired, the application is abandoned. 


If payment is attempted to be made of the proper type of 
basic filing or national fee, but it is not the exact small entity 
fee required (an incorrect fee amount is supplied) and a written 
assertion of small entity status is not present, small entity status 
would not be accorded. The Office would mail a notice of 
insufficient basic filing or national fee with a surcharge due 
as in current practice if an authorization to charge the basic 
filing or national fee were not present. The Office would not 
consider a basic filing or national fee submitted in an amount 
above the correct fee amount, but below the non-small entity 
fee amount, as a request to establish small entity status unless 
an additional written assertion is also present. Of course, the 
submission of a basic filing or national fee below the correct 
fee amount would not serve to establish small entity status. 


Where an application is originally filed by a party, who is 
in fact a small entity, with an authorization to charge fees 
(including basic filing or national fees) and there is no indication 
(assertion) of entitlement to small entity status present, that 
authorization would not be sufficient to establish small entity 
status unless the authorization was specifically directed to small 
entity basic filing or national fees. The general authorization 
to charge fees would continue to be acted upon immediately 
and the full (not small entity) basic filing or national fees would 
be charged with applicant having three months to request a 
refund by asserting entitlement to small entity status. This 
would be so even if the application were a continuing applica- 
tion where small entity status had been established in the prior 
application. 


Parties Who Could Assert Entitlement to Small Entity Status 
by Writing 


The parties who could submit a written assertion of entitle- 
ment to small entity status would be any party permitted by 
Office regulations, § 1.33(b), to file a paper in an application 
This eliminates the additional requirement of obtaining the 
signature of an appropriate party other than the party prose- 
cuting the application. By way of example, in the case of three 
pro se inventors for a particular application, the three inventors 
upon filing the application could submit a written assertion of 
entitlement to small entity status and thereby establish small 
entity status for the application. For small business concerns 
and non-profit organizations, the practitioner could supply the 
assertion rather than the current requirement for an appropriate 
official of the organization to execute a small entity statement 
form. In addition, a written assertion of entitlement to small 
entity status would be able to be made by one of several 
inventors or a partial assignee. Current practice does not require 
an assignee asserting small entity status to submit a § 3.73(b) 
certification, and such certifications would not be required 
under the proposed revision either for partial assignees or for 
an assignee ofthe entire right, title, and interest. 


Parties Who Could Assert Entitlement to Small Entity Status 
by Payment of Basic Filing or National Fee 


Where small entity status is sought by way of payment of 
the basic filing or national fee, any party may submit payment, 
such as by check, and small entity status would be accorded. 


Inventors Asserting Small Entity Status 


Any inventor would be permitted to submit a written assertion 
of small entity status, including inventors who are not officially 
named of record until an executed oath/declaration is submitted. 
See § 1.41(a)(1). Where an application is filed without an 
executed oath/declaration pursuant to § 1.53(f), the Office will 
accept the written assertion of an individual who has merely 
been identified as an inventor on filing of the application (e.g., 
application transmittal letter) as opposed to being named as an 
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inventor. Sections 1.4(d)(2) and 10.18(b) are seen as sufficient 
basis to permit any individual to provide a written assertion 
so long as the individual identifies himself or herself as an 
inventor. Where a § 1.63 oath or declaration is later filed, any 
original written assertion as to small entity status will remain 
unless changed by an appropriate party under § 1.27(f)(2). 
Where a later filed § 1.63 oath or declaration sets forth an 
inventive entity that does not include the person who initially 
was identified as an inventor and who asserted small entity 
status, small entity status will also remain. Where small entity 
status is asserted by payment of the small entity basic filing, 
or national fee any party may submit such fee, including an 
inventor who was not identified in the application transmittal 
letter, or a third party. 


Caution: The fact that certain parties can execute a written 
assertion of entitlement to small entity status, such as one of 
several inventors, or a partial assignee, does not entitle that 
written assertion to be entered in the Official file record and 
become an effective paper unless the person submitting the 
paper is authorized to do so under § 1.33(b). In other words, 
the fact that one of several inventors can sign a written assertion 
of entitlement to small entity status does not also imply that 
the same inventor can submit the paper to the Office and have 
it entered of record. 


The written assertion, even though effective once entered in 
the Official file record, must still be submitted by a party 
entitled to file a paper under § 1.33(b). Payment of the small 
entity basic filing or national stage fee would not be subject 
to such submission requirement and any payment thereof would 
be accepted and treated as an effective assertion of small entity 
status. 


Policy Considerations 


Office policy and procedures already permit establishment 
of small entity status in certain applications through simplified 
procedures. For example, small entity status may be established 
in a continuing or reissue application simply by payment of 
the small entity basic filing fee if the prior application/patent 
had small entity status. See current § 1.28(a)(2). The instant 
concept of payment of the small entity basic statutory filing 
fee to establish small entity status in a new application is merely 
a logical extension of that practice. 


There may be some concern that elimination of the small 
entity statement forms will result in applicants who are not 
actually entitled to small entity status requesting such status. 
On balance, it seems that more errors occur where small entity 
applicants who are entitled to such status run afoul of procedural 
hurdles created by the requirements of § 1.27 than the require- 
ments help to prevent status claims for those who are not in 
fact entitled to such status. 


Continued Obligations for Thorough Investigation of Small 
Entity Status 


Applicants should not confuse the fact that the Office is 
making it easier to qualify for small entity status with the need 
to do a complete and thorough investigation before an assertion 
is made that they do, in fact, qualify for small entity status. /t 
should be clearly understood that, even though it would be 
much easier to assert and thereby establish small entity status, 
applicants would continue to need to make a full and complete 
investigation of all facts and circumstances before making a 
determination of actual entitlement to small entity status. Where 
entitlement to small entity status is uncertain it should not be 
claimed. See MPEP 509.03. The assertion of small entity status 
(even by mere payment of the exact small entity basic filing 
fee) is not appropriate until such an investigation has been 
completed. Thus, in the previous example of the three pro se 
inventors, before one of the inventors could pay the small entity 
basic filing or national fee to establish small entity status, the 
single inventor asserting entitlement to small entity status would 
need to check with the other two inventors to determine whether 
small entity status was appropriate. 


The intent of § 1.27 is that the person making the assertion 
of entitlement to small entity status is the person in a position 
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to know the facts about whether or not status as a small entity 
can be properly established. That person, thus, has a duty to 
investigate the circumstances surrounding entitlement to small 
entity status to the fullest extent. Therefore, while the Office 
is interested in making it easier to claim small entity status, it 
is important to note that small entity status must not be claimed 
unless the person or persons can unequivocally make the 
required self-certification. Section 1.27(g) would recite current 
provisions in § 1.28(d)(1) and (2) relating to fraud practiced 
on the Office. 


Consistent with § 1.4(d)(2), the payment of a small entity 
basic filing or national fee, would constitute a certification 
under § 10.18(b). Thus, a simple payment of the small entity 
basic filing or national fee, without a specific written assertion, 
will activate the provisions of § 1.4(d)(2) and, by that, invoke 
the self-certification requirement set forth in § 10.18(b), regard- 
less of whether the party is a practitioner or non-practitioner. 


Clarification of Need for Investigation 


Section 1.27 is proposed to be clarified (paragraph (e)) by 
explicitly providing that a determination ‘‘should’’ be made 
of entitlement to small entity status according to the requirement 
set forth in § 1.9 prior to asserting small entity status. The need 
for such a determination of entitlement to small entity status 
prior to assertion of small entity status is set forth in terms of 
that there ‘‘should’’ be such a determination, rather than there 
“‘must’’ be such a determination. In view of the ease with 
which small entity status would now be obtainable, it is deemed 
advisable to provide an explicit direction that a determination 
of entitlement to small entity status pursuant to § 1.9 be made 
before its assertion. Consideration was given to making the 
need for a determination a requirement rather than advisory; 
however, the decision was made to make it advisory, particu- 
larly in view of the following possible scenario: One of three 
inventors submits a written assertion of entitlement to small 
entity status without making any determination of entitlement 
to such status, such as by checking with the other two inventors 
to see if they have assigned any rights in the invention. Small 
entity status was proper at the time asserted notwithstanding 
the lack of a proper determination. If the determination is set 
forth as a requirement (‘‘must’’), the lack of such a determina- 
tion might act to cause an unduly harsh result where small 
entity status was in fact appropriate and the failure to check 
prior to assertion was innocent. It is recognized that the use 
of ‘‘should’’ may cause concern that a cavalier approach to 
asserting entitlement to small entity status may be taken by 
encouraging some who are asserting status not to make a com- 
plete determination as the determination is not set forth as 
being mandatory. On balance, it is thought that the use of 
**should’’ would lead to more equitable results. The danger of 
encouraging the assertion of small entity status without a prior 
determination as to qualification for small entity status is 
thought to be small, because, should status turn out to be 
improper, the lack of a prior determination may result in a 
failure to meet the lack of deceptive intent requirements under 
§ 1.27(g) or § 1.28(c). The Office has noted that any attempt 
to improperly establish status as a small entity will be viewed 
as a serious matter. See MPEP 509.03. 


Removal of Status 


Section 1.27 is also proposed to be clarified (paragraph (f)(2)) 
that once small entity status is established in an application, 
any change in status from small to large, would also require 
a specific written assertion to that extent, rather than only 
payment of a large entity fee, similar to current practice. For 
example, when paying the issue fee in an application that has 
previously been accorded small entity status and the required 
new determination of continued entitlement to small entity 
status reveals that status has been lost, applicant should not 
just simply pay the large issue fee or cross out the recitation 
of small entity status on the returned copy of the notice of 
allowance (PTOL-85(b)), but submit a separate paper 
requesting removal of small entity status pursuant to proposed§ 
1.27(f)(2). 
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Correction of any inadvertent and incorrect establishment of 
small entity status would be by way of a paper under proposed 
§ 1.28(c) as in current practice. 


Response to Comments 


Many comments supported the proposal without qualifica- 
tion. Only two, however, explicitly mentioned the payment 
option for obtaining small entity status with one recognizing 
that any error is now easier to correct under § 1.28(c). Others 
would eliminate the possibility of obtaining small entity status 
based on payment of the exact small entity basic filing (or 
national fee) due to possible error in paying an unintended 
small entity basic filing (or national fee) and being accorded 
an unwanted small entity status. There was only one total 
opposition to the proposal as a ‘‘bad’’ idea. 


Comment: Several comments supported the proposal as a 
positive change that is both helpful to applicants and attorneys 
and one that will reduce the cost of establishing small entity 
status, particularly where there are multiple forms required due 
to joint ownership or licensing of multiple rights. It was noted 
that the proposal eliminates the time-consuming requirement 
for obtaining a signature of a person, such as an officer of the 
company, who may not have been involved in the application 
drafting process. It was also stated that the need to withhold the 
filing fee on filing an original application would be eliminated 
where the current small entity statement cannot be signed in 
time. 


Response: The comments were adopted. The proposal from 
the Advance Notice is being carried forward in the instant 
notice. The particular parties who may assert entitlement to 
small entity status is being further liberalized over the Advance 
Notice to include only one of the inventors or a partial assignee. 


Comment: One individual opposed the proposal because the 
submission of a paper is the only effective way an attorney 
can be certain that a client is complying with the requirements 
for small entity status. Eliminating the form removes the incen- 
tive of the client to provide the attorney with needed informa- 
tion, particularly with respect to foreign clients. 


Response: A copy of §§ 1.9 and 1.27 can be supplied to a 
client as easily as the form and should be just as effective with 
foreign clients. It is not seen that the requirement of signing 
the form would be a more certain means that compliance exists 
than if the client would have to state to the attorney, either orally 
or in a letter, that the client complies with the requirements for 
asserting entitlement to small entity status. The form itself does 
not provide the underlying factual basis for entitlement to small 
entity status. It merely recites the requirement of § 1.9 and that 
the party executing it seeks small entity status. The attorney 
is not now required to confirm that a client is in compliance 
once the form is signed by the client and would not be required 
to make such confirmation under the proposal. It would con- 
tinue to be up to the client to determine whether it wishes to 
assume whatever risk there may be should it decide to do the 
small entity determination by itself rather than rely on the 
attorney for aid. 


Comment: A few comments would eliminate the option of 
asserting small entity status by payment of the basic filing (or 
national fee) due to possible errors in fee payments thereby 
obtaining unwanted small entity status. One comment recog- 
nized that the Office’s adoption in the last rulemaking of a 
straightforward approach to correction under § 1.28(c) would 
make correction of improper status for good faith errors a 
simple procedure. 


Response: The comment seeking elimination of the payment 
option is not adopted. The comment noting the previous easing 
of correction for good faith errors so that the possibility of 
inadvertent errors should not be a bar to the payment option 
is adopted. It is expected that this would occur very infrequently 
if at all in that the exact small entity amount must be submitted. 
Only errors in amounts paid where the error was the exact 
small entity amount for the basic filing (or national fee) would 
trigger small entity status. In view of the continued need for 
an affirmative determination of entitlement to small entity status 
to be made, the error would mostly occur by a misreading of 
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a fee chart. Such type of error if it inadvertently leads to the 
establishment of small entity status would be easily correctable 
by the current § 1.28(c). 


Comment: Some comments sought to ensure that the written 
assertion would be easy to make by adding a check box to 
provide for an assertion on: Office forms, the § 1.63 declaration, 
on the application, or on the transmittal sheet. 


Response: The comments are adopted to the extent that this 
is an implementation issue to be addressed when a final rule 
is issued. The Office intends at this time to at least supply a 
check box on its application transmittal forms. 


Paragraph by Paragraph Analysis 


Section 1.27 is proposed to be amended in its title to recog- 
nize anew means of establishing small entity status by replacing 
“‘statement’’ with ‘‘assertion,”’ to indicate that an assertion of 
small entity status would permit the payment of small entity 
fees, and to reflect transfer of subject matter from § 1.28 relating 
to determination of entitlement to and notification of loss of 
entitlement to small entity status, and fraud on the Office. 


Paragraphs (a) through (d) of § 1.27 is proposed to be reform- 
atted and amended to recite “‘assertion’’ as a new means for 
establishing small entity status to replace ‘‘statement’’, and 
new paragraphs (e), (f)(1) and (f)(2), and (g) are proposed to 
be added. 


Paragraph (b) of § 1.27 is proposed to be reformatted to add 
paragraphs (b)(1) through (b)(4) of § 1.27. Paragraph (b) (1) 
of § 1.27 would permit assertion of small entity status by a 
writing that is clearly identifiable as present ((b)(1)(i)), signed 
((b)(1)(ii)), and convey the concept of small entity status 
without the need for specific words but with a clear indication of 
an intent to assert entitlement to small entity status ((b)(1)(iii)). 
Paragraph (b)(2) of § 1.27 would make submission of a written 
assertion to obtain small entity status easier in view of increased 
categories of parties who could submit such a paper. The parties 
who could sign the written assertion are identified as: one of 
the parties who can currently submit a paper under § 1.33(b) 
((b)(2)(i) of § 1.27), at least one of the inventors ((b)(2)(ii) of 
§ 1.27) rather than all the inventors (applicants) as required by 
§ 1.33(b)(4) for other types of papers, or a partial assignee 
((b)(2)(iti) of § 1.27) rather than all the partial assignees and 
any applicant retaining an interest as required by § 1.33(b)(3) 
for other types of papers. A § 3.73(b) certification would not 
be required for an assignee under either paragraphs (b)(2)(i) 
or (iii). Paragraph (b)(3) of § 1.27 would permit the payment, 
by any party, of an exact amount of one of the small entity 
basic filing or national fees set forth in § 1.16(a), (f), (g), (h), 
or (k), or § 1.492(a)(1) through (a)(5) to be treated as a written 
assertion of entitlement to small entity status even where an 
incorrect type of basic filing or national fee is inadvertently 
selected in error. Paragraph (b)(3)(i) would provide that where 
small entity status was accorded based on the payment of a 
wrong type of small entity basic filing or national fee, the 
correct small entity amount would still be owed. Paragraph 
(b)(3)(ii) would provide that payment of a small entity fee in 
its exact amount for a fee other than what is provided for in 
paragraph (b)(3) would not be sufficient to establish small entity 
status absent a concomitant written assertion of entitlement to 
small entity status. After a basic filing or national fee is paid 
as a large entity, a refund under § 1.28(a) of the large entity 
portion can only be obtained by establishing small entity status 
by a written assertion and not by paying a.second basic filing 
or national fee in a small entity amount. Payment of a large 
entity basic filing or national fee precludes paying a second 
basic filing or national fee in a small entity amount to establish 
small entity status. Paragraph (b)(4) of § 1.27 recites material 
transferred from current § 1.28(a)(2). 


Paragraph (c) of § 1.27 is proposed to be amended to provide- 
that fees other than the basic filing and national fees can only 
be paid in small entity amounts if submitted with or subsequent 
to a written assertion of entitlement to small entity status. The 
paragraph would clarify that an exception exists under § 1.28(a) 
for refunds of the large entity portion of a fee within three 
months of payment thereof if the refund request is accompanied 
by a written assertion of entitlement to small entity status. 
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Paragraph (d)(1) of § 1.27 is proposed to be amended to 
reference § 1.28(b) as the means of changing small entity status. 
It would be clarified that where rights in an invention are 
assigned, or there is an obligation to assign, to a small entity 
subsequent to an assertion of entitlement to small entity status, 
a second assertion is not required. Paragraph (d)(2) would 
clarify that once small entity status is withdrawn a new written 
assertion would be required to again obtain small entity status. 


Paragraph (e) of § 1.27 is proposed to be added to clarify 
the need to do a determination of entitlement to small entity 
status prior to asserting small entity status, and that the Office 
generally does not question assertions of entitlement to small 
entity status. 


Paragraph (f)(1) of § 1.27 is proposed to be added to contain 
material transferred from current § 1.28. Paragraph (f)(2) is 
proposed to be added to revise the current reference to the 
party who can sign a notification of loss of entitlement to small 
entity status to require a party identified in § 1.33(b). 


Paragraph (g) of § 1.27 is proposed to be added to contain 
material transferred from paragraphs (d)(1) and (d)(2) of current 
§ 1.28 relating to fraud attempted or committed on the Office 
in regard to paying small entity fees. 


Section 1.28: Section 1.28 is proposed to be amended to be 
entirely reformatted with some material transferred to § 1.27. 


Section 1.28(a) is proposed to be amended to allow a three- 
month period (presently a two-month period) for refunds based 
on later establishment of small entity status. See further discus- 
sion in § 1.28(b)(1). 


Section 1.28(b)(1) is proposed to be amended to refer to § 
1.22(c). Section 1.22(c) sets forth that the filing date for an 
authorization to charge fees starts the period for refunds under 
§ 1.28(a). The current time period for a refund request is two 
months from payment of the full fee and the date of payment 
for refund purposes can vary depending on the means the 
applicant used to pay the required fee. For example, if the 
applicant paid the required fee by check, the date of payment 
is the date on which the fee paper, including the check, was 
filed in the Office. If the applicant authorized a charge to a 
deposit account, however, the date of payment is the date the 
Office debited the deposit account. In view of the proposed 
change in practice under §§ 1.22(c) and 1.28(b)(1) to accord 
the same date of payment for checks and authorizations to 
charge deposit accounts, the refund period would be extended 
to three months in order to in-part offset any shortening of the 
refund time period that may result in starting the time period 
from the filing date of the fee paper instead of the debit date 
for an authorization to charge a deposit account. Additionally, 
in view of changes in practice under § 1.27 to ease the claiming 
of small entity status, the need for refunds should diminish, 
and the different payment date of an authorization to charge a 
deposit account for small entity refund purposes should not 
cause much inconvenience to applicants. 


Section 1.28(b)(2) is proposed to be amended to state that 
the deficiency amount owed under § 1.28(c) is calculated by 
using the date on which the deficiency was paid in full. 


Section 1.28(c) is proposed to be amended to require that 
deficiency payments must be submitted separately for each file 
(§ 1.28(c)(1)) and must include the itemization of the deficiency 
payment by identifying: type of fee along with the current fee 
amount (§ 1.28(c)(2)(ii)(A)), the small entity amount paid and 
when (§ 1.28 (c)(2)((ii)(B)), the deficiency owed for each indi- 
vidual fee paid in error (§ 1.28(c)(2)(ii)(C)), the total deficiency 
payment owed (§ 1.28(c)(2)(ii)(D)), and that any failure to 
comply with the separate payment and itemization requirements 
would allow the Office at its option to charge a processing fee 
or set a non-extendable one month period for compliance to 
avoid return of the paper (§ 1.28(c)(3)). 


Paragraph by Paragraph Analysis 
The title of § 1.28 is proposed to be revised to focus on 


refunds and on how errors in status are excused in view of 
transfer of material to § 1.27. 
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Paragraphs (a)-(c) of § 1.28 are proposed to be reformatted. 


Paragraph (a)(1) of § 1.28 is proposed to be amended aspara- 
graph (a). 


Paragraph (a) of § 1.28 is proposed to be amended to clarify 
that the period for a refund runs from payment of the ‘‘full 
fee,’’ and that it is the payment of the full fee that is considered 
the significant event relative to establishing status for a partic- 
ular fee. Additionally, paragraph (a) would amend the time 
period for requesting a refund based upon later establishment 
of small entity status. The proposed time period would be three 
months measured from the filing date of the fee paper. 


Paragraph (a)(2) of § 1.28 is proposed to be amended to 
have some subject matter transferred to § 1.27(b)(4). The next 
to last sentence, relating to filing a continuing or reissue applica- 
tion and referencing a small entity statement in the prior applica- 
tion or patent, would be deleted as unnecessary. The currently 
required reference to status in the prior application or patent 
would be replaced by the equally easily written assertion of § 
1.27(b)(1). Written references to small entity status in a prior 
application, including submission of a copy of the small entity 
statement in a prior application, submitted in a continuing 
application subsequent to the effective date of any final rule, 
would be liberally construed under the proposed § 
1.27(b)(1)(iii). Similarly, the last sentence of current paragraph 
(a)(2) would be deleted as the payment option for establishing 
small entity status in continuing or reissue applications has 
been expanded in § 1.27(b)(3) to include all applications. 


Caution: Although the Office intends to liberally construe 
what is deemed to be an assertion of smal] entity status, the 
concept of entitlement must be clearly conveyed. 


Example: A prior application has been accorded small entity 
status. A continued prosecution application (CPA) under § 
1.53(d) is filed with a general authorization to charge fees that 
does not state that the fees to be charged are small entity fees. 
Even though the CPA contains the same application number 
as its prior application (and the small entity statement), it would 
not be accorded small entity status and large entity filing fees 
would be immediately charged. This would be so because a 
new determination of entitlement to small entity status must 
be made upon filing of a new application, such as a CPA. 
Accordingly, in filing the CPA there must be some affirmative 
act to indicate that the determination has been done anew and 
small entity status is still appropriate. Where a copy of the 
small entity statement from the prior application, or a written 
assertion in the CPA application transmittal letter, or an authori- 
zation to charge small entity fees were present, the result would 
be reversed and small entity status would be accorded the CPA 
application on filing. 


Paragraph (a)(3) of § 1.28 is proposed to be amended to 
have its subject matter transferred to § 1.27(d)(1). 


Paragraph (b) of § 1.28 is proposed to be amended to have 
its subject matter transferred to § 1.27(f)(1) and (2). New para- 
graphs (b)(1) and (b)(2) are proposed to be added. Paragraph 
(b)(1) of § 1.28 would refer to § 1.22(c) to define the date a 
fee is paid for the purpose of starting the three-month period 
for refund. Current practice for authorizations to charge deposit 
accounts is to give benefit of the date that the deposit account 
is actually debited by the Office, which is a later time than 
when the paper authorizing charge of the fee to a deposit account 
is filed with the Office. Current practice would therefore be 


changed so that it is the date the paper is filed, not the date of 


debit of the fee, that would start the three-month refund period. 
Paragraph (b)(2) of § 1.28 would refer to § 1.22(c) to define 
the date when a deficiency payment is paid in full, which is 
the date that determines the amount of deficiency that is due. 


Example: A small entity issue fee has been paid in error in 
January and a paper under § 1.28(c) was submitted the following 
June with the deficiency payment. The deficiency payment of 
the issue fee was incorrectly determined so that the full amount 
owed (for the issue fee) was not submitted in June. If the 
mistake in the June payment is not discovered until the fol- 
lowing November, the extra amount owed must be recalculated 
to take into account any October | increase in the issue fee. 
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Paragraph (c) of § 1.28 is proposed to be amended to recite 
that separate submissions, including separate payments and 
itemizations, are required for any deficiency payment. Para- 
graph (c)(1) would require that a deficiency paper/submission 
be limited to one application or patent file. Where, for example, 
the same set of facts has caused errors in payment in more 
than one application and/or patent file, a separate paper would 
need to be submitted in each file for which an error is to be 
excused. Paragraph (c)(2) would now require that for each fee 
that was erroneously paid in error the following itemization be 
provided: The particular fee (e.g., basic filing fee, extension 
of time fee) (paragraph (c)(2)(ii)((A)), the small entity fee 
amount actually paid and when (for example, distinguishing 
between two one- month extension of time fees erroneously 
paid on two different dates) (paragraph (c)(2)(ii)(B)), the actual 
deficiency owed for each fee previously paid in error (paragraph 
(c)(2)(ii)(C)), and the total deficiency owed that is the sum 
of the individual deficiencies owed (paragraph (c)(2)(ii)(D)). 
Paragraph (c)(3) would address the failure to comply with the 
separate submission, including separate payment and itemiza- 
tion requirements of paragraph (c)(1) and (2) of this section. 
Paragraph (c)(3), upon failure to comply, would permit the 
Office at its option either to charge a processing fee (§ 1.17(i) 
would be suitably amended) to process the paper or require 
compliance within a one-month non-extendable time period to 
avoid return of the paper. 


Paragraphs (d) (1) and (2) of § 1.28, are proposed to be 
amended to have the material relating to fraud attempted or 
committed on the Office as to paying of small entity fees, 
transferred to § 1.27(g). New paragraph (d) of § 1.28 is proposed 
to be added to clarify that any paper submitted under paragraph 
(c) of § 1.28 would also be treated as a notification of loss of 
small entity status under paragraph (f)(2) of § 1.27. 


Section 1.33: Paragraph (a) of § 1.33 would be reformatted 
to create additional paragraphs (a)(1) and (a)(2) to separately 
identify the parties who can change a correspondence address 
depending upon the presence or absence of a § 1.63 oath/ 
declaration. The revision is intended to make clear what may 
be a confusing practice to applicants as to which parties can 
set forth or change a correspondence address when an applica- 
tion does not yet have a § 1.63 oath or declaration by any of 
the inventors. See § 1.14(d)(4) for a similar change regarding 
status and access information. References to a § 1.63 oath/ 
declaration are intended to mean an executed oath/declaration 
by any inventor, but not necessarily all the inventors. 


Paragraph (a) of § 1.33 is proposed to be amended to provide 
that in a patent application the applicant must, either in an 
application data sheet (§ 1.76) or in a clearly identifiable manner 
elsewhere in any papers submitted with an application filing, 
specify a correspondence address to which the Office will 
send notices, letters and other communications in or about 
the application. It is now stated that where more than one 
correspondence address is specified, the Office would deter- 
mine which one to establish as the correspondence address. 
This is intended to cover the situation where an unexecuted 
application is submitted with conflicting correspondence 
addresses in the application transmittal letter and in an unexe- 
cuted oath/declaration, or other similar situations. 


Paragraph (a) of § 1.33 would request the submission of a 
daytime telephone number of the party to whom correspondence 
is to be addressed. While business is to be conducted on the 
written record, § 1.2, a daytime telephone number would be 
useful in initiating contact that could later be reduced to a 
writing. The phone number would be changeable by any party 
who could change the correspondence address. 


Paragraph (a)(1) of § 1.33 would provide that any party 
filing the application and setting forth a correspondence address 
could later change the correspondence address provided that a 
§ 1.63 oath/declaration by any of the inventors has not been 
submitted. The parties who may so change the correspondence 
address would include only the one inventor filing the applica- 
tion even if more than one inventor was identified on the 
application transmittal letter. If two of three inventors filed the 
application, the two inventors filing the application would be 
needed to change the correspondence address. Additionally, 
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any registered practitioner named in the application transmittal 


letter, or a person who has the authority to act on behalf of 


the party that will be the assignee (if the application was filed 
by the party that will be the assignee), could change the corre- 
spondence address. A registered practitioner named in a letter- 
head would not be sufficient, but rather a clear identification 
of the individual as being a representative would be required. 
The intent is to permit a company (to whom the invention has 
been assigned, or to whom there is an obligation to assign the 
invention) who files an application, to designate the correspon- 
dence address, and to change the correspondence address, until 
such time as a (first) § 1.63 oath/declaration is filed. The mere 
filing of a § 1.63 oath/declaration, that does not include a 
correspondence address, including when the company is only 
a potential partial assignee would not affect any correspondence 
address previously established on filing of the application, or 
changed per paragraph (a)(1) of this section. The expression 
‘‘party that will be the assignee’’ rather than assignee is used 
in that until a declaration is submitted, inventors have only been 
identified and any attempted assignment, or partial assignment, 
cannot operate for Office purposes until the declaration is sup- 
plied. Hence, the mere identification of a party as a party that 
will be an assignee or assignee would be sufficient for it to 
change the correspondence address without resort to § 3.73(b). 


Paragraph (a)(2) of § 1.33 would retain the current require- 
ments for changing a correspondence address when a § 1.63 
oath/declaration by any of the inventors has been filed. Where 
a correspondence address was set forth or changed pursuant 
to paragraph (a)(1) (prior to the filing of a § 1.63 oath or 
declaration), that correspondence address remains in effect 
upon filing of a § 1.63 declaration and can then only be changed 
pursuant to paragraph (a)(2). 


Paragraph (b) of § 1.33 would be simplified to make it 
easier to understand who are appropriate parties to file papers, 
particularly in view of the proposed change under § 3.71(b). 


Paragraph (b)(3) of § 1.33 is proposed to be amended to add 
a reference to § 3.71. 


Section 1.41: Section 1.41(a)(1) is proposed to be amended 
to indicate that a paper including the processing fee set forth 
in § 1.17(i) is required for supplying or changing the name(s) 
of the inventor(s) where an oath or declaration prescribed in 
§ 1.63 is not filed during pendency of a nonprovisional applica- 
tion, rather than a petition including a petition fee, for consis- 
tency with the proposed amendment to § 1.17(i). Section 
1.41(a)(2) is proposed to be amended to indicate that a paper 
including the processing fee set forth in § 1.17(q) is required 
for supplying or changing the name(s) of the inventor(s) where 
a cover sheet prescribed by § 1.53(c)(1) is not filed during the 
pendency of a provisional application, rather than a petition 
including a petition fee, for consistency with the proposed 
amendment to § 1.17(q). Section 1.41(a)(3) is proposed to be 
amended to delete the language concerning an alphanumeric 
identifier, and to provide that the name, residence, and citizen- 
ship of each person believed to be an actual inventor should 
be provided when the application papers pursuant to § 1.53(b) 
are filed without an oath or declaration or application papers 
pursuant to § 1.53(c) are filed without a cover sheet. Section 
1.41(a)(4) is proposed to be added to set forth that the inventors 
who submitted an application under § 1.494 or § 1.495 are the 
inventors in the international application designating the United 
States. 


Section 1.44: Section 1.44 is proposed to be removed and 
reserved to eliminate the requirement that proof of the power 
or authority of the legal representative be recorded in the Office 
or filed in an application under §§ 1.42 or 1.43. 


Section 1.47: Section 1.47 is proposed to be amended to 
refer to ‘‘the fee set forth in § 1.17(h)’’ for consistency with 
the proposed amendment to § 1.17(h) and (i). See discussion 
of the proposed amendment to § 1.17. Section 1.47 is also 
proposed to be amended to add a new paragraph (c) providing 
that the Office will send notice of the filing of the application 
to all inventors who have not joined in the application at the 
address(es) provided in the petition under § 1.47, and will 
publish notice of the filing of the application in the Official 
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Gazette. This provision is currently included in each of § 1.47(a) 
and § 1.47(b). Section 1.47(c) is also proposed to provide 
that the Office may dispense with such notice provisions in a 
continuation or divisional application where notice regarding 
the filing of the prior application has already been sent to the 
nonsigning inventor(s). The patent statute gives the Office great 
latitude as to the notice that must be given to an inventor who 
has not joined in an application for patent. See 35 U.S.C 
116, 42 (‘‘after such notice to the omitted inventor as [the 
Commissioner] prescribes’’), and 118 (upon such notice to [the 
inventor] as the Commissioner deems sufficient’). Providing 
notice to a non-joined inventor in a continuation or divisional 
application places a significant burden on the Office, especially 
when such continuation or divisional application is filed using 
a copy of the oath or declaration from a prior application under 
§ 1.63(d). In addition, providing additional notice to the non- 
joined inventor in the continuation or divisional application 
provides little (if any) actual benefit to the non-joined inventor, 
as identical notice was previously given during the processing 
of the prior application. Thus, the Office considers it appropriate 
to dispense with notice under § 1.47 in situations (continuations 
or divisionals of an application accorded status under § 1.47) 
in which the non-joined inventor was previously given such 
notice in a prior application. 


Section 1.48: Section 1.48 is proposed to be amended to 
have the title revised to reference the statutory basis for the 
rule, 35 U.S.C. 116. 


Section 1.48 paragraphs (a) through (c) are proposed to be 
amended to: delete the recitation of *‘other than a reissue appli- 
cation’’ as such words are unnecessary in view of the indication 
in the title of the section that the section does not apply to 
reissue applications and the revision to paragraph (a) (discussed 
below), to change “‘When’’ to “‘If,’’ and to add *‘nonprovi- 
sional’’ before *‘application’’ where it does not already appear. 


Sections 1.48 paragraphs (a)(1) through (e)(1) would be 
revised to replace the reference to a ‘‘petition’’ with a reference 
to a ‘‘request.’’ What is meant to be encompassed by the term 
*‘petition,””’ as it is currently used in the section, may be better 
defined by the term ‘“‘request.’” The presence of *‘petition’’ 
currently in the section is misleading to the extent that it may 
indicate to applicants that papers under this section have to be 
filed with the Office of Petitions when in fact amendments to 
correct the inventorship under § 1.48 are to be decided by the 
primary examiners in the Technology Centers and should be 
submitted there. See MPEP 1002.02(e). The requirements for 
a statement currently in § 1.48 paragraphs (a)(1), (c)(1), and 
(e)(1) would be placed in § 1.48 paragraphs (a)(2), (c)(2), and 
(e)(2) and corresponding changes made in subsequent para- 
graphs. 


Section 1.48 paragraphs (b) and (d) are proposed to be revised 
to indicate that a request to correct the inventorship there under 
must be signed by a party as set forth in § 1.33(b) (which 
would enable a practitioner alone to sign all the needed papers). 
The inventors, whether being added, deleted or retained, are 
not required to participate in a correction under these para- 
graphs. Thus, the inventor(s) to be deleted pursuant to paragraph 
(b) in a nonprovisional application, or added pursuant to para- 
graph (d) in a provisional application, and those inventors that 
are retained in either situation, are not required to participate 
in the inventorship correction, such as by signing a statement 
of facts, or a new oath or declaration under § 1.63. 


Section 1.48 paragraphs (a) through (e) are proposed to be 
revised to define the fee required as a “‘processing’’ fee, to 
delete the reference to a ‘petition,’ and to indicate that amend- 
ment of the application to correct the inventorship would require 
the filing of a request to correct the inventorship along with 
other items, as set forth in the respective paragraphs of this 
section. The latter change is not one of substance but a clarifica- 
tion that the amendment requirement of the statute, 35 U.S.C. 
116, merely refers to the change in Office records (face of the 
application file wrapper corrected, notation on a previously 
submitted § 1.63 oath/declaration, change in Patent Application 
Location and Monitoring (PALM) data, and a corrected filing 
receipt issued) that would be made upon the grant of a § 1.48 
request. Thus, amendment of the inventorship in an application 
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is not made as an amendment under § 1.121. Where there is 
a need to make an actual § 1.121(a)(1) amendment, such as 
when a cover page of the specification recites the inventive 
entity, that should also be submitted. In the absence of such an 
amendment, the Office may, at its option, correct the inventor’s 
names on the cover sheet or in the specification. Where an 
application needs correction of inventorship under § 1.48 and 
a paper is submitted with a title that does not set forth the 
paper as a request under § 1.48, but it is clear from the papers 
submitted that an inventorship correction is desired, a request 
for a correction of inventorship under § 1.48 will be inferred 
from the papers submitted and will be treated under § 1.48. 


A request for a corrected filing receipt correcting a typing 
or office error in the names of the inventors will not ordinarily 
be treated under § 1.48. Any request to correct inventorship 
should be presented as a separate paper. For example, placing 
a request under § 1.48(b) to correct the inventorship in the 
remarks section of an amendment may cause the Office to 
overlook the request and not act on it. 


Paragraph (f)(1) of § 1.48 is proposed to be clarified to recite 
that its provision for changing the inventorship only applies if 
an oath or declaration under § 1.63 has not been submitted by 
any of the inventors, and that submission of an oath or declara- 
tion under § 1.63 by any of the inventors is sufficient to correct 
an earlier identification of the inventorship. 


Example 1; An unexecuted application is filed identifying 
A, B, and C as the inventors. A § 1.63 declaration is also 
submitted signed only by A and naming A, B, and C as the 
inventors. To complete the application (§ 1.53(f)) a § 1.63 oath 
or declaration by B and C is needed. In attempting to reply to 
a Notice to File Missing Parts of Application requiring the 
missing oath or declaration by B and C it is discovered that 
D is also an inventor. A declaration by A, B, C, and D if 
submitted without a petition under § 1.48(a) to correct the 
inventorship to A-D from A-C will not be accepted as a reply 
to the Notice to File Missing Parts of Application. 


Thus, it should be clear that a first oath or declaration under § 
1.63 completed by less than all the inventors initially identified, 
when the oath or declaration is submitted when the application 
is filed (or after), will under § 1.48(f)(1) lock in the inventorship, 
and the later filing of another declaration by a different but 
complete inventive entity will not be effective under § 1.48(f)(1) 
to correct the inventorship. 


Example 2: An application is filed identifying A, B, and C 
as the inventors in the application transmittal letter, and a § 
1.63 declaration is concomitantly submitted only by A naming 
only A as the sole inventor. The inventorship of the application 
is A (because of the declaration of A). A later submitted § 
1.63 declaration by A, B, and C would require a petition under 
§ 1.48(a) to correct the inventorship to A, B, and C before the 
declaration by A, B, and C could be accepted. 


Paragraph (f)(1) of § 1.48 is proposed to be amended torefer- 
ence § 1.497(d) for submission of an executed oath or declara- 
tion naming an inventive entity different from the inventive 
entity set forth in the international stage when entering the 
national stage under 35 U.S.C. 371 and §§ 1.494 or 1.495. 


Section 1.48(h) is proposed to be added to indicate that the 
provisions of this section do not apply to reissue applications, 
and referencing §§ 1.171 and 1.175 for correction of inventor- 
ship in reissue applications. 


Section 1.48(i) is proposed to be added to reference §§ 
1.324 and 1.634 for corrections of inventorship in patents and 
interference proceedings, respectively. 


Section 1.48 paragraphs (a) through (i) are proposed to have 
titles added to make locating the appropriate paragraph easier. 


Section 1.51: Section 1.51(b) is proposed to be amended to 
include a reference to § 1.53(d), as a proper continued prose- 
cution application under § 1.53(d) in which the basic filing fee 
has been paid is a complete application under § 1.51(b). 
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Section 1.52: Section 1.52(a) and (b) are proposed to be 
amended to clarify the paper standard requirements for papers 
submitted as part of the record of a patent application. Section 
1.52(a) sets forth the paper standard requirements for all papers 
which are to become a part of the permanent records of the 
Office, and § 1.52(b) sets forth the paper standard requirements 
for the application (specification, including the claims, draw- 
ings, and oath or declaration) and any amendments or correc- 
tions to the application. Papers making up the application or 
an amendment or correction to the application must meet the 
requirements of § 1.52 (a) and (b), but papers submitted for 
the record that do not make up the application (e.g., a declaration 
under § 1.132) need not meet the requirements of § 1.52(b). 


The Office is proposing in § 1.52(b)(6) an optional procedure 
for numbering the paragraphs of the specification, but not 
including the claims or the abstract. Although not required to 
do so, applicants would be strongly encouraged to present, 
at the time of filing, each paragraph of the specification as 
individually and consecutively numbered. The presentation of 
numbered paragraphs at the time of filing would facilitate the 
entry of amendments (in compliance with proposed§ 1.121) 
during the prosecution of the application. If the paragraphs of 
the specification are not numbered at the time of filing, appli- 
cants would be urged, when the first response to an Office 
action is submitted, to supply a substitute specification 
including numbered paragraphs, consistent with the require- 
ment of § 1.121 for amending the specification. Thereafter, 
amendments would be made through the use of numbered 
paragraph replacement. 


The proposal to include paragraph numbering is to provide 
a consistent and uniform basis for the amendment practice 
being proposed in § 1.121 and as an aid to transitioning into 
total electronic filing. The proposed rule language establishes 
a procedure for numbering the paragraphs of the specification 
at the time of filing. This procedure would facilitate the entry 
of amendments by providing a uniform method for identifying 
paragraphs in the specification, thus overcoming any differ- 
ences created by word processor formatting and pagination 
variations. Concurrently proposed changes to § 1.121 for 
amendment practice would additionally require the submission 
of clean copies of numbered replacement paragraphs, which 
would eliminate much of the red ink associated with hand entry 
of amendments and expedite the Optical Character Recognition 
(OCR) scanning and reading employed in the patent printing 
process, ultimately resulting in patentscontaining fewer errors. 


The Office will neither number the paragraphs or sections 
of the specification, nor accept any instructions from applicants 
to do the same. 


The proposed procedure for paragraph numbering, in the 
interest ofu niformity, encourages applicants to use four digit 
Arabic numerals enclosed within square brackets and including 
leading zeroes as the first element of the paragraph. The num- 
bers and brackets should be highlighted in bold (e.g., [0001], 
[0002]), and should appear as the first part of the paragraph 
immediately to the right of the left margin. Approximately four 
character spaces should follow the bracketed number before 
the beginning of the actual text of the paragraph. Paragraph 
(or section) headers, such as ‘‘Description of the Invention’’ 
or ‘‘Example 3,”’ are not considered part of any paragraph and 
should not be numbered. Nontext elements, such as tables, 
mathematical formulae, etc., are considered part of the para- 
graph around or above the element, and should not be numbered 
separately. All portions of any nontext elements should be kept 
from extending to the left margin. 


Response to Comments: Although paragraph numbering (as 
it appears in proposed § 1.52) was not an independent topic 
in the Advance Notice, the proposal did appear in conjunction 
with the replacement paragraph concept as part of Topic 13. 
While there was some opposition to paragraph numbering in 
the comments received relative to Topic 13 as being burden- 
some and inconsistent with the requirements of other countries, 
the Office proposes to move forward with this concept as the 
most effective plan currently under consideration for identifying 
paragraphs of the specification. The JPO and EPO have already 
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begun to use paragraph numbering in their application and 
publication processing. 


Some of the comments received in response to Topic 13 
suggested identification of paragraphs by page and line number. 
Inasmuch as the Office proposal must be consistent with future 
electronic requirements, this suggestion of identification by 
page and line number could not be adopted in that fixed pages 
do not exist in documents created on a computer. Page and 
line numbering are affected by font size, line spacing and 
formatting and can vary between different hardware and soft- 
ware components. Once each paragraph has been individually 
identified and tagged with a number, however, all future pro- 
cessing of the application, whether by paper or electronic ver- 
sion, may be done uniformly and accurately by both the Office 
and the applicant. 


Section 1.52(b)(7) is proposed to be added to provide that 
if papers submitted as part of the application do not comply 
with § 1.52 (b)(1) through (b)(5), the Office may require the 
applicant to provide substitute papers that comply with § 
1.52(b)(1) through (b)(5), or the Office may convert the papers 
submitted by applicant into papers that do comply with § 
1.52(b)(1) through (b)(5) and charge the applicant for the costs 
incurred by the Office in doing so (§ 1.21(j)). 


Section 1.52(c) is proposed to be amended to provide that: 
(1) Alterations to the application papers must (rather than 
*‘should’’) be made before the oath or declaration is signed; (2) 
a substitute specification (§ 1.125) is required if the application 
papers do not comply with § 1.52 (a) and (b) due to interlinea- 
tions, erasures, cancellations or other alterations of the applica- 
tion papers; and (3) if an oath or declaration is a copy of the 
oath or declaration from a prior application, the application for 
which such copy is submitted may contain alterations that do 
not introduce matter that would have been new matter in the 
prior application. 


Section 1.52(d) is proposed to be amended to provide sepa- 
rately for nonprovisional applications and provisional applica- 


tions filed in a language other than English. Section 1.52(d)(1) 
is proposed to be added to provide that: (1) If a nonprovisional 
application is filed in a language other than English, an English 
language translation of the non-English-language application, 
a statement that the translation is accurate, and the processing 
fee set forth in § 1.17(i) are required; and (2) if these items 
are not filed with the application, applicant will be notified 
and given a period of time within which they must be filed in 
order to avoid abandonment. Section 1.52(d)(2) is proposed to 
be added to provide that: (1) If a provisional application is 
filed in a language other than English, an English language 
translation of the non-English-language provisional application 
will not be required in the provisional application; but (2) if a 
nonprovisional application claims the benefit of such provi- 
sional application, an English-language translation of the non- 
English-language provisional application and a statement that 
the translation is accurate must be supplied if the nonprovisional 
application is involved in an interference (§ 1.630), or when 
specifically required by the examiner. 


Section 1.53: Section 1.53(c)(1) is proposed to be amended 
to clearly provide that the cover sheet required by § 1.51(c)(1) 
may be an application data sheet (§ 1.76). 


Section 1.53(c)(2) is proposed to be amended for clarity and 
to refer to ‘‘the processing fee set forth in § 1.17(q)’’ for 
consistency with the proposed amendment to § 1.17(q). 


Section 1.53(d)(4) is proposed to be amended to eliminate 
the reference to a petition under § 1.48 for consistency with 
the proposed amendment to § 1.48. Section 1.53(d) is also 
proposed to be amended to add a new § 1.53(d)(10) to provide 
a reference to § 1.103(b) for requesting a limited suspension 
of action in a continued prosecution application (CPA) under 
§ 1.53(d). 


Section 1.53(e)(2) is proposed to be amended to require that 
a petition under § 1.53(e) be accompanied by the fee set forth 
in § 1.17(h), regardless of whether the application is filed under 
§ 1.53(b), § 1.53(c), or § 1.53(d). While provisional applications 
filed under § 1.53(c) are not subject to examination under 35 
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provisional applications under § 1.53(c) are as burdensome as 
petitions under § 1.53(e) in nonprovisional applications under 
§ 1.53(b) or § 1.53(d). Therefore, it is appropriate to charge 
the petition fee set forth in § 1.17(h) for petitions under § 
1.53(e) in applications filed under § 1.53(b), § 1.53(c), or § 
1.53(d). 


Section 1.53(f) and (g) are proposed to be amended for clarity 
andto include a reference to ‘‘or reissue’’ in the paragraph 
heading to clarify that the provisions of § 1.53(f) apply to 
all nonprovisional applications, which include continuation, 
divisional, and continuation-in-part applications, as well as 
reissue applications and continued prosecution applications. 
Section 1.53(f) is also proposed to be amended to provide that 
if applicant does not pay one of either the basic filing fee or 
the processing and retention fee set forth in § 1.21(1) during 
the pendency of the application (rather than within one year 
of the mailing of a Notice to File Missing Parts of Application), 
the Office may dispose of the application. 


Section 1.55: Section 1.55(a) is proposed to be amended to 
refer to‘‘the processing fee set forth in § 1.17(i)’’ for consis- 
tency with the proposed amendment to § 1.17(h) and (i). See 
discussion of the proposed amendment to § 1.17. 


Section 1.55(a)(2)(i) through (iii) is proposed to clarify the 
current Office practice concerning when the claim for priority 
and the certified copy of the foreign application specified in 
35 U.S.C. 119(b) must be filed. Specifically § 1.55(a)(2)(i) 
clarifies current Office practice that in an application filed 
under 35 U.S.C. 111(a) that the Office requires the claim for 
priority and the certified copy of the foreign application be 
filed before a patent is granted. Section 1.55(a)(2)(ii) clarifies 
current Office practice that in an application that entered the 
national stage of an international application after compliance 
with 35 U.S.C. 371, the time limits set in the PCT and the 
Regulations under the PCT control the time limit for making 
the claim for priority, while the certified copy of the foreign 
application must be filed before the patent is granted if the 
certified copy was not filed in accordance with the PCT and 
the Regulation under the PCT. Section 1.55(a)(2)(iii) clarifies 
current Office practice that the Office may require both the 
claim for priority and certified copy of the foreign application 
be filed at an earlier time than in §§ 1.55(a)(2)(i) or 1.55(a)(2)(ii) 
under certain circumstances. 


Section 1.55(a)(2)(iv) is also proposed to provide that priority 
claims and documents may be submitted after payment of the 
issue fee but with no further review by the Office other than 
placement in the application file. Changes to the patent printing 
process will dramatically reduce the period between the date 
of issue fee payment and the date a patent is issued. See Filing 
of Continuing Applications, Amendments, or Petitions after 
Payment of Issue Fee, Notice, 1221 Off. Gaz. Pat. Office 14 
(April 6, 1999); and Patents to Issue More Quickly After Issue 
Fee Payment, Notice, 1220 Off. Gaz. Pat. Office 42 (March 
9, 1999). Thus, it is now difficult for the Office to match a 
petition containing a priority claim or certified priority docu- 
ment filed after payment of the issue fee with an application 
file, and determine whether the applicant has met the conditions 
of 35 U.S.C. 119(a)-(d) to make the priority claim, before the 
date the application will issue as a patent. Nevertheless, it is 
also undesirable to prohibit applicants from filing a priority 
claim or certified priority document between the date the issue 
fee is paid and the date a paten is issued. Therefore, the Office 
will permit applicants to file a priority claim or certified priority 
document (with the processing fee set forth in § 1.17(i)) between 
the date the issue fee is paid and the date a patent is issued. 
The Office will, however, merely place such submission in the 
application file but will not attempt to determine whether the 
applicant has met the conditions of 35 U.S.C. 119(a)-(d) to make 
the priority claim nor include the priority claim information in 
the text of the patent. In such a situation (as is currently the 
situation when a petition under § 1.55 is granted), the patent 
will not contain the priority claim information, and the patentee 
may request a certificate of correction under 35 U.S.C. 255 
and § 1.323 at which point a determination of entitlement for 
such priority will be made. 
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Section 1.56: Section 1.56 is proposed to be amended to add 
a new § 1.56(e) to provide that in any continuation-in-part 
application, the duty under § 1.56 includes the duty to disclose 
to the Office all information known to the person to be material 
to patentability which became available between the filing date 
of the prior application and the national or PCT international 
filing date of the continuation-in-part application. Section 
1.63(e) currently requires that the oath or declaration in a 
continuation-in-part application acknowledge that the duty 
under § 1.56 includes the duty to disclose to the Office all 
information known to the person to be material to patentability 
(as defined in § 1.56(b)) which became available between the 
filing date of the prior application and the national or PCT 
international filing date of the continuation-in-part application. 
Thus, the examiner must object to an oath or declaration in a 
continuation-in-part that does not contain this statement. By 
amending § 1.56 to expressly provide that the duty under § 
1.56 includes this duty, an acknowledgment of the duty of 
disclosure under § 1.56 is an acknowledgment of this duty in 
a continuation-in-part application, and an express statement to 
that effect in the oath or declaration will no longer be required. 


Section 1.59: Section 1.59 is proposed to be amended to 
refer ‘‘the fee set forth in § 1.17(h)’’ for consistency with the 
proposed amendment to § 1.17(h) and (i). See discussion of 
the proposed amendment to § 1.17. 


Section 1.63: Section 1.63 is proposed to be amended for 
clarity and simplicity. Section 1.63(a) is proposed to be 
amended to set forth the oath or declaration requirements that 
are requirements of 35 U.S.C. 115 (and thus cannot be waived 
by the Office pursuant to § 1.183). Specifically, § 1.63(a) is 
proposed to be amended to provide that an oath or declaration 
filed under § 1.51(b)(2) as a part of a nonprovisional application 
must: (1) Be executed (i.e., signed) in accordance with either 
§ 1.66 or § 1.68; (2) identify each inventor and country of 
citizenship of each inventor; and (3) state that the person making 
the oath or declaration believes the named inventor or inventors 
to be the original and first inventor or inventors of the subject 
matter which is claimed and for which a patentis sought. 


Section 1.63(b) is proposed to be amended to provide that 
inaddition to meeting the requirements of § 1.63(a), the oath 
or declaration must also: (1) Identify the application to which 
it is directed; (2) state that the person making the oath or 
declaration has reviewed and understands the contents of the 
application, including the claims, as amended by any amend- 
ment specifically referred to in the oath or declaration; and (3) 
state that the person making the oath or declaration acknowl- 
edges the duty to disclose to the Office all information known 
to the person to be material to patentability as defined in § 
1.56. These requirements are currently located at § 1.63(a)(2), 
(b)(1), and (b)(3). 


Section 1.63(c) is proposed to provide that an applicant may 
provide identifying information either in an application data 
sheet (§ 1.76) or in the oath or declaration. Permitting applicants 
to provide such identifying information in an application data 
sheet (rather than in the oath or declaration) should result in: 
(1) An increase in the use of application data sheets; and (2) 
a decrease in the need for supplemental oaths or declarations 
(providing omitted information) for applications in which an 
application data sheet was submitted. 


Section 1.63(e) is proposed to be amended to eliminate the 
requirement that an oath or declaration in a continuation-in- 
part application state that the person making the oath or declara- 
tion also acknowledge that the duty under § 1.56 includes the 
duty to disclose to the Office all information known to the 
person to be material to patentability (as defined in § 1.56(b)) 
which became available between the filing date of the prior 
application and the national or PCT international filing date 
of the continuation-in-part application. See discussion of the 
proposed amendment to § 1.56(e). 


Section 1.64: Section 1.64 is proposed to be amended to 
also refer to any supplemental oath or declaration (§ 1.67). In 
addition, § 1.64(b) is proposed to be amended to provide that 
if the person making the oath or declaration is the legal represen- 
tative, the oath or declaration shal] state that the person is 
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the legal representative and shall also state the citizenship, 
residence and mailing address of the legal representative. 


Section 1.67: Section 1.67(a) is proposed to be amended to 
also refer to § 1.162, and to provide that if the earlier-filed 
oath or declaration complied with § 1.63(a), the Office may 
permit the supplemental oath or declaration to be made by 
fewer than all of the inventors or by an applicant other than 
the inventor. 


Section 1.67(c) is proposed to be deleted as unnecessary 
because it simply reiterates other provisions of the rules of 
practice. If the application was altered after the oath or declara- 
tion was signed (except as permitted by § 1.52(c)), § 1.52(c) 
requires a supplemental oath or declaration under § 1.67. If 
the oath or declaration was signed in blank (while incomplete), 
without review thereof by the person making the oath or decla- 
ration, or without review of the specification, including the 
claims, the oath or declaration does not meet the requirements 
of § 1.63. In this situation, § 1.67(a) requires a supplemental 
oath or declaration. 


Section 1.72: Section 1.72(a) is proposed to be amended to 
state [uJnless the title is supplied in an application data sheet 
(§ 1.76)”’ to clarify that the title is not requested to be a heading 
on the first page of the specification if supplied in an application 
data sheet. Section 1.72(b) is proposed to be amended to provide 
that ‘‘[t]he abstract in an application filed under 35 U.S.C. 111 
may not exceed 150 words in length’’ to harmonize with PCT 
guidelines. 


Section 1.76: A new § 1.76 is proposed to be added to 
provide for the inclusion of an application data sheet in an 
application. Section 1.76(a) is proposed to: (1) Explain that an 
application data sheet is a sheet or set of sheets containing 
bibliographic information concerning the associated patent 
application, which is arranged in aspecified format; and (2) 
when an application data sheet is provided, the application data 
sheet becomes part of the application. While the use of an 
application data sheet is optional, the Office would prefer its 
use to help facilitate the machine reading of this important 
information. Entry of the information in this manner is more 
timely and accurate than the current practice of presenting the 
information on numerous other documents. Applicants benefit 
from the use of application data sheets by being provided with 
more accurate and timely filing receipts, by reducing the time 
required to collect bibliographic information and by having 
such information printed on the granted patents. The applicant 
also benefits by receiving an official notice of the receipt of 
papers from the Office at an earlier stage of the processing. 


Section 1.76(b) is proposed to provide that bibliographic 
data asused in § 1.76(a) includes: (1) applicant information; 
(2) correspondence information; (3) specified application infor- 
mation; (4) representative information; (5) domestic priority 
information; and (6) foreign priority information. Section 
1.76(b) as proposed also reminds applicants that the citizenship 
of each inventor must be provided in the oath or declaration 
under § 1.63 (as is required by 35 U.S.C. 115) even if this 
information is provided in the application data sheet. 


Applicant information includes the name, residence, mailing 
address, and citizenship of each applicant (§ 1.41(b)). The name 
of each applicant must include the family name, and at least 
one given name without abbreviation together with any other 
given name or initial. If the applicant is not an inventor, this 
information also includes the applicant’s authority (§§ 1.42, 
1.43 and 1.47) to apply for the patent on behalf of the inventor. 


Correspondence information includes the correspondence 
address, which may be indicated by reference to a customer 
number, to which correspondence is to be directed (see § 
1.33(a)). 


Application information includes the title of the invention, 
the total number of drawing sheets, whether the drawings are 
formal, any docket number assigned to the application, the 
type (e.g., utility, plant, design, reissue utility, provisional) of 
application. Application information also indicates whether the 
application discloses any significant part of the subject matter 
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of an application under a secrecy order pursuant to § 5.2 of 
this chapter (see § 5.2(c)). 


Representative information includes the registration number 
of each practitioner, or the customer number, appointed with 
a power of attorney or authorization of agent in the application. 
Section 1.76(b)(4) is proposed to state that providing this infor- 
mation in the application data sheet does not constitute a power 
of attorney or authorization of agent in the application (see § 
1.34(b)). This is because the Office does not expect the applica- 
tion data sheet to be executed (signed) by the party (applicant 
or assignee) who may appoint a power of attorney or authoriza- 
tion of agent in the application. 


Domestic priority information includes the application 
number (series code and serial number), the filing date, the 
status (including patent number if available), and relationship 
of each application for which a benefit is claimed under 35 
U.S.C. 119%e), 120, 121, or 365(c). Providing this information 
in the application data sheet constitutes the specific reference 
required by 35 U.S.C. 119(e) or 120. While the rules of practice 
(§ 1.78(a)(2) or § 1.78(a)(4)) require that this claim or specific 
reference be in the first line of the specification the patent 
statute requires that a claim to the benefit of (specific reference 
to) a provisional (35 U.S.C. 119(e)(1)) or nonprovisional (35 
U.S.C. 120) be in the application. Since the application data 
sheet (if provided) is considered part of the application, the 
specific reference to an earlier filed provisional or nonprovi- 
sional application in the application data sheet meets the *‘spe- 
cific reference’’ requirement of 35 U.S.C. 119(e)(1) or 120. 


Foreign priority information includes the application number, 
country, and filing date of each foreign application for which 
priority is claimed, as well as any foreign application having 
a filing date before that of the application for which priority 
is claimed. Providing this information in the application data 
sheet constitutes the claim for priority as required by 35 U.S.C. 
119(b) and § 1.55(a). The patent statute (35 U.S.C. 119(b)) 
does not require that a claim to the benefit of a prior foreign 
application take any particular form. 


Section 1.76(c) as proposed indicates that inconsistencies 


between the information in the application data sheet (if pro- . 


vided) and the oath or declaration under § 1.63 will be resolved 
in favor of the application data sheet. This is because the 
application data sheet (and not the oath or declaration) is 
intended as the means by which applicants will provide infor- 
mation to the Office. Section 1.76(c) is also proposed to provide 
that a supplemental application data sheet maybe submitted to 
correct or update information provided in a previous application 
data sheet. 


Section 1.77: Section 1.77(a) is proposed to be separated 
into sections 1.77(a) and 1.77(b). New § 1.77(a) would list the 
order of the papers in a utility patent application, including the 
proposed application data sheet (see § 1.76). New § 1.77(b) 
would list the order of the sections in the specification of a 
utility patent application. Current § 1.77(b) is proposed to be 
redesignated 1.77(c). 


Section 1.78: Section 1.78(a)(2) is proposed to be amended 
to provide that the specification must contain or be amended 
to contain a specific reference required by 35 U.S.C. 120 in 
the first sentence following the title, unless the reference is 
included in an application data sheet. Section 1.78(a)(4) is 
proposed to be amended to provide that the specification must 
contain or be amended to contain a specific reference required 
by 35 U.S.C. 119(e)(1) in the first sentence following the title, 
unless the reference is included in an application data sheet. 
See discussion of proposed § 1.76(b)(5). 


Section 1.78(c) is proposed to be amended for consistency 
with § 1.110 and for clarity. 


Section 1.84: Section 1.84 is proposed to be amended to 
delete some requirements that are more stringent than the 
requirements of the PCT, while retaining the provisions related 
to acceptance of color drawings/photographs which are, at this 
time, more lenient. 
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The Office is proposing to delete the petition requirements 
in § 1.84(a)(2) and § 1.84(b)(1) and the requirement for three 
copies of black and white photographs. This change would 
make § 1.84 consistent with current Office practice. See Interim 
Waiver of 37 CFR § 1.84(b)(1) for Petitions to Accept Black 
and White Photographs and Advance Notice of Change to 
M.P.E.P. § 608.02, Notice, 1213 Off. Gaz. Pat. Office 108 
(August 4, 1998); and Interim Waiver of 37 CFR 1.84(b)(1) 
for Petitions to Accept Black and White Photographs Filed 
with only One Set of Photographs, Notice, 1211 Off. Gaz. Pat. 
Office 34 (June 9, 1998). In addition, paragraphs (d), (h), (i), 
(j), (k)(1) and (3), (m), (n), (p), (r), (s), and (x) of § 1.84 are 
proposed to be deleted for simplification. These paragraphs 
describe characteristics of patent drawings which are desirable 
because they assist in clearly communicating the disclosed 
invention, but which are not necessary for the reproduction of 
drawings. The requirements set forth in paragraphs (d), (h), 
(i), (j), (K)() and (3), (m), (n), (p), (r), (s), and (x) of § 1.84 
will continue to be described in the MPEP and/or publications 
such as the Guide for the Preparation of Patent Drawings. 


Section 1.84(g) is proposed to be changed to 1.84(f). In 
addition, the dimensions of sight on 21.6 cm by 27.9 cm (8 1/ 
2 by 11 inch)drawing sheets are proposed to be changed 17.0 
cm by 24.4 cm (6 3/4 by 9 5/8 inches) to standardize the sight 
with that for A4 paper. 


In Topic 5 of the Advance Notice the Office proposed to 
harmonize patent drawing standards with those of the PCT. 
The Office received a number of comments. The majority of 
the comments welcomed a single standard for patent drawings 
in PCT and United States patent applications so long as appli- 
cants do not lose their ability to file color drawings/photographs 
or to use 8 1/2 by 11 paper. Some expressed confusion about the 
exact requirements of the PCT and its regulations. Furthermore, 
many commented that drawing standards should be enforced 
in the same manner, and that drawings should not be objected 
to in the national stage if they were not objected to in the 
international stage. In this vein, several argued that only the 
patent examiners should be allowed to review the patent draw- 
ings. If the examiners could understand the invention from the 
drawings, no draftsperson should be permitted to make *‘petty 
objections’’ unrelated to how well the invention is disclosed 
in the drawings. On the other hand, several people commented 
that the standards for PCT applications are too low, since 
many PCT applications are published with illegible drawings 
or drawings that do not adequately communicate the invention. 
Several observed that the PCT rules do not permit color draw- 
ings or photographs and stated that the requirements of the two 
systems should be the same. Others observed that the PCT 
rules essentially require formal drawings on filing, which is 
contrary to U.S. practice, and argued that such a policy would 
be unnecessarily expensive to applicants. 


Careful consideration of the comments and the business prac- 
tice of drawing review has led the Office to conclude that, in 
general, drawings should only be objected to by the Office if 
they cannot be reproduced or there is an error in the drawings. 
The Office should accept drawings that would be acceptable 
under the PCT rules, but should not copy PCT rules solely for 
the sake of uniformity. A proper application of a low standard 
for drawing review will result in fewer drawings being objected 
to and fewer corrected or formal drawings being filed after 
allowance of a patent application. This should reduce delays 
during the printing cycle (during which time the Office waits 
for corrected or formal drawings to be filed). Applicants who 
submit informal drawings on filing will be unlikely to encounter 
a draftsperson’s objection because few drawings will fail to 
meet the reduced standards. Any formal drawings filed after 
allowance which were not required by the Office, however, 
are unlikely to be included in the printed patent because the 
printing process will have begun before payment of the issue 
fee and the formal drawings are unlikely to catch up to the 
application file in time to be included in the printed patent. 


Patents printed with high quality drawings look better and 
should be easier to understand. Applicants interested in having 
their patents printed with good quality drawings should be 
motivated by their own interests to submit good quality draw- 
ings. However, the Office should not spend resources to insist 
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upon high-quality drawings when lesser quality drawings would 
suffice to communicate the invention and to meet the printer’s 
requirements. Accordingly, if applicants submit drawings 
which are of inferior quality, but acceptable to the Office, 
applicants should not be surprised when a patent issues with 
those very same drawings. 


Section 1.84 is also proposed to provide for a fee for process- 
ingand printing patents with color drawings or photographs in 
color rather than in black and white. The petition fee set forth in 
§ 1.84(a)(2)(i) is proposed to be deleted and a fee commensurate 
with the Office costs of handling and printing color photographs 
will be charged instead. 


Many comments were received welcoming printing of 
patents in color, and stating that applicants would be willing 
to pay any required fees for their patent to be printed in color. 


When filing international applications under the PCT, appli- 
cants must remember to consult the PCT and its regulations 
regarding requirements of drawings, especially the provisions 
related to amendment or correction of drawings. While color 
drawings are permitted in U.S. patent applications, submission 
of color drawings ininternational applications is not permitted 
and may cause difficulties in international processing which 
cannot be overcome. Black and white drawings submitted after 
the international filing date to overcome objections to color 
drawings may be refused if they do not comply with the require- 
ments of PCT Rule 91.1, which could result in significant loss 
to applicants. 


Section 1.85: Section 1.85 is proposed to be amended to 
make the period for filing corrected or formal drawings in 
response to a Notice of Allowability a non-extendable period. 


In Topic 7 of the Advance Notice the Office proposed to 
reduce the time for filing corrected or formal drawings after 
the mailing date of the ‘‘Notice of Allowability’’ from three 
months to one month. In response, many comments were 
received which explained that one month was too short of a 
period of time in which to make the necessary changes to the 
drawings. In addition, many stated that having two different 
time periods running against the applicant makes docketing of 
the required replies too complicated. Several comments 
received indicated that corrected or formal drawings should be 
required at the same time as the issue fee, with no opportunity 
for the drawings to be filed later. Others indicated that, while 
one month was too short of a period of time, two months would 
be adequate. 


After consideration of the comments and the Office’s busi- 
ness goal of decreasing cycle time for all inventions, the Office 
is proposing to amend § 1.85(c) to provide that corrected or 
formal drawings must be filed within three months of the date 
of mailing of the ‘‘Notice of Allowability’’ requiring such 
drawings, and that no extensions of time under § 1.136(a) or 
(b) will be permitted. Refusing to permit an extension of time 
when formal or corrected drawings cannot be filed within the 
three-month period and sufficient cause exists for an extension 
may appear to be harsh. A strong policy is considered necessary, 
however, to ensure that the drawings are filed within the set 
period. The Office has also considered that many applicants 
are in the habit of filing formal or corrected drawings with an 
extension of time and may, out of habit and ignorance of the 
rule change, continue to do so. These applicants will have to 
file a petition to revive under § 1.137(b) as the failure to timely 
file any formal drawings that were required will cause the 
application to go abandoned. 


The Office is taking positive steps to make it easier for 
applicants to submit drawings which will be approved. See the 
changes proposed in § 1.84. Thus, the instances where formal 
drawings will be required when the case is allowable will be 
reduced as more drawings will be approved as submitted. 


If the amendment to § 1.85 is adopted, the time period 
for filing any required supplemental oath or declaration in 
compliance with § 1.63 will be set to be the same non-extend- 
able time period of three months from the date of mailing of 
the Notice of Allowability requiring the supplemental oath or 
declaration. 
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Section 1.91: Section 1.91(a}(3)(i) is proposed to be amended 
to refer to ‘‘[t]he fee set forth in § 1.17(h)’’ for consistency 
with the changes to § 1.17(h) and § 1.17(i). See discussion of 
changes to § 1.17(h) and § 1.17(i). 


Section 1.96: The Office indicated in the Advance Notice 
that the submission of computer program listings on microfiche 
placed a burden on applicants and the Office, and that it was 
considering changes to § 1.96 to permit machine readable com- 
puter program listings to be submitted on electronic media in 
lieu of microfiche. See Changes to Implement the Patent Busi- 
ness Goals, 63 FR at 53510-12, 1215 Off. Gaz.Pat. Office at 
99-100. 


Section 1.96 is proposed to be amended to provide for volu- 
minous program listings to be submitted on archival electronic 
media instead of microfiche. Section 1.96(b) is proposed to 
be amended to limit computer program listings chat may be 
submitted as drawings or part of the specification to computer 
program listings that are contained on one sheet. 


Under § 1.96 as proposed, any computer program listing 
may, and any computer program listing that would be contained 
on more than one sheet must, be submitted as a computer 
program listing appendix pursuant to § 1.96(c) (subject to the 
“‘transitional’’ practice discussed below). 


Section 1.96(c) is specifically proposed to provide that 
a‘*computer program listing appendix’’ be submitted on a Com- 
pact Disk-Read Only Memory (CD-ROM) or Compact Disk- 
Recordable (CD-R). A CD-ROM is the only practical electronic 
medium of archival quality under the current standards of the 
National Archives and Records Administration (NARA). See 
36 CFR 1228.188(c) and (d) and 1234.30. The Office considers 
CD-R to be an electronic medium having an archival quality 
equivalent to the archival quality of CD-ROM. The information 
so submitted will be considered a ‘‘computer program listing 
appendix’’ (rather than a microfiche appendix). Section 1.96(c) 
will continue to require a reference at the beginning of the 
specification as itemized in § 1.77(b)(4). As with a microfiche 
appendix, the contents of the ‘‘computer program listing 
appendix’’ on a CD-ROM or CD-R will not be printed with 
the published patent, but will be available at the Office on a 
medium to be specified by the Office. The contents of a *‘com- 
puter program listing appendix’’ on a CD-ROM or CD-R may 
not be amended pursuant to § 1.121, but must be submitted 
on a substitute CD-ROM or CD-R. Section 1.96(c) does not 
apply to international applications filed in the United States 
Receiving Office. 


Section 1.96(c)(1) is proposed to provide that the availability 
ofthe computer program will be directly analogous to that of 
the microfiche. The Office will make the contents available 
for inspection, for example at electronic workstations in the 
Public Search Room. If needed, multiple CD-ROMs or CD- 
Rs may be used for the submissions pertaining to a single patent 
application, but each application with anelectronic medium 
appendix must be supplied with its own copy of the medium 
or media. Section 1.96(c)(2) is proposed to provide submission 
requirements that refer to the relevant NARA standards in 
36 CFR Part 1228 for submissions of Government electronic 
records to NARA. Section 1.96(c)(2) is also proposed to provide 
that aCD-ROM or CD-R ‘‘computer program listing appendix”’ 
must be labeled with the following information: (1) The name 
of each inventor (if known); (2) title of the invention; and (3) 
the docket number used by the person filing the application to 
identify the application (if applicable). 


Even after adoption of this proposed change to § 1.96, the 
Office will continue to accept a computer program listing that 
complies with current § 1.96 (i.e., a computer program listing 
contained on ten or fewer sheets as drawings or part of the 
specification, or a “‘computer program listing appendix’’ on 
microfiche) for some period of time (e.g., two years) that will 
be specified in any final rule notice adopting this proposed 
change to § 1.96. Should these provisions be adopted, con- 
forming changes may be made in the regulations to accommo- 
date international applications in the national stage. 
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Comments: The comments (almost without exception) were 
supportive of this proposal. Comments specifically indicated 
that this proposal was “‘long overdue,”’ and that the proposal 
should include provisional applications and other technologies 
including chemical and manufacturing processes requiring pre- 
cise computer control. The comments provided advice 
including the concepts of safeguarding the information from 
alteration, of making the public access and examiner access 
easy, and of assuring the submissions are readable. The only 
negative comment was an expression of disbelief that the Office 
was equipped to handle electronic media submissions. 


Response: The Office is proposing changes to § 1.96 to 
provide for voluminous program listings to be submitted on 
archival electronic media instead of microfiche. The effective 
date of the proposed change will be linked to the development 
and deployment of electronic systems at the Office to capture, 
store and retrieve information submitted on archival electronic 
media in a manner to assure the integrity and authenticity of 
the information, and provide its display as needed for the Office, 
the patentee (and applicants), and the public. 


The proposed change to Sec. 1.96 and § 1.821 et seg. (dis- 
cussed below) contemplated for computer program listings and 
sequence listings would eliminate the need for submissions of 
hard to handle and reproduce microfiche computer program 
listings and voluminous paper sequence listings. To focus spe- 
cifically on the Office’s difficult paper handling problem, and 
to simplify this project so it can be deployed in a short time 
span, only the computer program listings and the nucleotide 
and/or amino acid sequences would be accepted in machine 
readable format. 


Relationship to Office automation plans: These changes 
being proposed are understood to be the initial steps towards 
solutions to difficult Office paper-handling problems. The 
Office is planning for full electronic submission of applications 
and related documents by fiscal year 2003. The changes pro- 
posed in this notice are an initial step in that direction, permit- 
ting certain application and related material to be submitted 
on an acceptable archival medium. 


Sections 1.97 and 1.98: The Office proposes to go forward, at 
the present time, with only one aspect of the plan for information 
disclosure statement (IDS) revision that was set forth in the 
Advance Notice: the proposal to require that an IDS include 
a legible copy of each cited pending U.S. application. The 
proposed IDS rules are also being revised for consistency and 
grammar, and to tie up a number of loose ends, as will be 
discussed below. 


Other than the proposed requirement for a copy of each cited 
U.S. application, the IDS proposals as set forth in Topics 9 
and 10 of the Advance Notice have been withdrawn. Accord- 
ingly, there is no proposal at this time for a statement of personal 
review nor for a unique description as were called for in the 
Advance Notice, and the amount of citations that may be sub- 
mitted is not presently proposed to be limited. The Office issued 
a notice of hearing and request for public comments to obtain 
views of the public on issues associated with the identification 
and consideration of prior art during patentability determina- 
tions. See Notice of Public Hearing and Request for Comments 
on Issues Related to the Identification of Prior Art During the 
Examination of a Patent Application, Notice of Hearing and 
Request for Public Comments, 64 FR 28803 (May 27, 1999), 
1223 Off. Gaz. Pat. Office 91 (June 15, 1999). Pursuant to that 
notice, the Office held public hearings on June 28th and July 
14th of 1999 on the issues. These prior art issues are related 
to the changes presently being considered by the Office to 
impose requirements/limits on IDS submissions. Thus, it would 
be premature to go forward with a comprehensive new IDS 
alternative until the results of the hearings and comments sub- 
mitted in response to the notice have been appropriately evalu- 
ated. It is contemplated that any new IDS alternatives will be 
advanced in any rulemaking notice which may result from the 
evaluation of the results of the public hearings and comments 
submitted in response to the notice. 


The Office recently issued guidelines for reviewing requests 
for reexaminations and ongoing reexaminations for compliance 
with In re Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 
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1295 (Fed. Cir. 1997). See Guidelines for Reexamination of 
Cases in View of In re Portola Packaging, Inc., 110 F.3d 786, 
42 USPQ2d 1295 (Fed. Cir. 1997), Notice, 64 FR 15346 (March 
31, 1999), 1223 Off. Gaz. Pat. Office 124 (June 22, 1999). 
These guidelines are pertinent to the consideration given IDS 
citations, stating: 

Where the IDS citations are submitted but not described, 
the examiner is only responsible for cursorily reviewing the 
references. The initials of the examiner on the PTOL-1449 
indicate only that degree of review unless the reference is either 
applied against the clai.ns, or discussed by the examiner as 
pertinent art of interest, in a subsequent office action. 


See Guidelines for Reexamination of Cases in View of Jn re 
Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. 
Cir. 1997), 64 FR at 15347, 1223 Off. Gaz. Pat. Office at 125 
(response to comment 6). 


The public should thus be aware that full consideration of 
all citations submitted in compliance with §§ 1.97 and 1.98 is 
not required on the part of the examiner. The examiner performs 
a cursory review of each IDS citation to the extent that he/she 
needs in order to determine whether he/she will evaluate the 
citation further. If the cursory review reveals the citation not 
to be useful, the examiner will simply stop looking at it. The 
examiner will be understood to have provided full consideration 
only where the examiner applies the IDS citation as a reference 
against the claims in the application being examined, or other- 
wise deems the citation useful to the examination and discusses 
that use. Further, the applying of the IDS citation as a reference, 
or the discussion of the use of the citation (where the citation 
is not applied as a reference), must be in writing: 


[T]he Office cannot presume that a prior art reference was 
previously relied upon to reject or discussed in a prior PTO 
proceeding if there is no basis in the written record to so 
conclude other than the examiner’s initials or a check mark on 
a PTO 1449 form, or equivalent, submitted with an information 
disclosure statement. Thus, any discussion of prior art must 
appear on the record of a prior related PTO proceeding. 


See Guidelines for Reexamination of Cases in View of In re 
Portola Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. 
Cir. 1997), 64 FR at 15349, 1223 Off. Gaz. Pat. Office at 127 
(endnote 7). 


It is also noted that the Office intends to issue a notice 
dealing with printing of IDS citations on the face of the patent. 
Currently, all IDS citations which are listed on a PTO-1449 
form, or an equivalent of the PTO-1449, and are initialed by 
the examiner, are printed on the face of the patent together 
with art cited by the examiner. In the notice, the public would 
be informed that IDS citations printed on the face of the patent 
will be distinguished from citations made by the examiner, 
using a separate printing field, markings, or some other means. 


Specifics of the contemplated IDS revisions: The specifics 
of the contemplated revisions to § 1.97 and § 1.98 will now 
be discussed as to the one Advance Notice proposed change 
that is being retained, asto newly advanced changes, and as to 
Advance Notice proposed changes that are being dropped. The 
discussion is presented in the following twelve parts which 
separately address identifiable portions of the subject matter: 
(1) Deletion of unassociated text; (2) items cited in continued 
prosecution applications (CPAs); (3) filing the IDS before the 
mail date of final Office actions; (4) required fee and statement 
for IDS submission made after close of prosecution; (5) newly 
cited item in foreign office must be cited for the first time; (6) 
IDS that does not comply with either § 1.97 or § 1.98; (7) 
copies of cited U.S. applications required; (8) how to identify 
a cited U.S. application; (9) citation was previously made in 
parent application; (10) grammar and consistency; (11) aspects 
of Topic 9 in the Advance Notice not being pursued in this 
notice; and (12) comments generally directed at revision of the 
IDS rules. 


Part (1) Deletion of Unassociated Text 


The phrase ‘‘whichever event occurs last’’ appears at the 
end of paragraph (b)(3) of § 1.97, and thus it physically appears 
to apply only to paragraph (b)(3). In reality, ‘‘whichever event 
occurs last’’ should be associated with each of paragraphs 
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(b)(1), (b)(2) and (b)(3). Accordingly, it is proposed to delete 
*‘whichever event occurs last’’ from paragraph (b)(3), and to 
insert ‘‘within any one of the following time periods”’ in para- 
graph (b). This would eliminate the unassociated text ‘‘which- 
ever event occurs last’’ from paragraph (b)(3), while, at the 
same time, making it clear that the IDS will be entered if it is 
filed within any of the time periods of paragraphs (b)(1), (b)(2) 
or (b)(3). Additionally, paragraph (c) of § 1.97 is proposed 
to be revised, in conformance with paragraph (b), to delete 
“‘whichever occurs first.’’ 

Part (2) Items Cited in Continued Prosecution Applications 
(CPAs) 


Section 1.97(b)(1) is proposed to be amended to insert *‘other 
than an application under § 1.53(d)’’ to eliminate the three- 
month window for filing an IDS in a CPA. Because of the 
streamlined processing for CPAs, it is expected that the exam- 
iner will issue an action on the merits before three months from 
the filing date. Under the current rule, should an examiner issue 
an action on the merits prior to three months from the filing 
date and an IDS is submitted after the Office action is mailed 
but within the three-month window, the examiner must redo 
the action to consider the IDS. A CPA is a continuing applica- 
tion, and, thus, applicant should have had ample opportunity 
to file an IDS. In addition, as pointed out below, it is being 
proposed to revise§ 1.103 to provide for a request of a three- 
month suspension of action upon filing of a CPA; thus, in an 
unusual instance where a need to file an IDS newly arises, 
applicant can request the three-month suspension based upon 
that need. In view of the above, it is deemed appropriate to 
require that any IDS be filed before filing the CPA, or concur- 
rently with the filing of the CPA. 


Part (3) Filing the IDS Before the Mail Date of Final Office 
Actions 


Paragraph (c) of § 1.97 would be revised to include, in 
addition to a final action under § 1.113 and a notice of allowance 
under § 1.311, other Office actions which close prosecution in 
the application. This would typically occur when an Office 


action under Ex parte Quayle, 1935 Dec. Comm’r Pat. 11 
(1935), is issued. No reason is seen for including only two of 
the types of actions which close prosecution (that under § 1.113, 
and that under § 1.311), while not including other types. 


Part (4) Required Fee and Statement for IDS Submission Made 
After Close of Prosecution: 


Paragraph(d)(3) of § 1.97 would be revised to delete refer- 
ence to the fee as a petition fee under § 1.17(i) and instead 
make reference to the fee as an IDS fee under § 1.17(p). There 
is no reason for the reduced fee of $130 that is currently recited 
by paragraph (d), as opposed to the larger $240 IDS fee set 
forth in paragraph (c). On the contrary, the paragraph (d) sub- 
mission is made /ater in the prosecution than that of paragraph 
(c), and thus interrupts the process at least as much as the 
paragraph (c) submission. Therefore, the fee for the paragraph 
(d) submission should be at least as much the $240 IDS fee 
required for the paragraph (c) submission. 


In addition, paragraph (d)(2) of § 1.97 has been deleted in 
its entirety, to remove all reference to the filing of a petition. 
A petition unduly complicates the matter, while there is really 
no issue to be decided other than the entry of the IDS, which 
issue is ordinarily decided by the patent examiner. As it is 
contemplated to be amended, paragraph (d) of § 1.97 would 
simply require (for an IDS submitted after the close of prose- 
cution and before payment of the issue fee) the combination 
of the IDS fee and a statement as is specified in paragraph (e) 
of § 1.97. 


Part (5) Newly Cited Item in Foreign office Must Be Cited for 
the First Time 


Section 1.97(e)(1) is proposed to be amended to specify that 
an item first cited in a communication from a foreign patent 
office in a counterpart foreign application not more than three 
months prior to the filing of the statement is entitled to special 
consideration for entry into the record. An item first cited 
by a foreign patent office (for example) a year before in a 
communication from that foreign patent office, which item is 
once again cited by another foreign patent office within three 
months prior to the filing of the statement in the Office, is not 
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entitled to special consideration for entry, since applicant was 
aware of the item a year ago, yet did not submit that item. 


Part (6) IDS That Does Not Comply With Either § 1.97 or § 
1.98 


Paragraph (i) of § 1.97 is proposed for revision to delete 
“filed before the grant of a patent.’’ This phrase is surplusage 
since there can be no information disclosure statement after 
the grant of the patent. A submission of information items after 
the patent grant is a ‘‘prior art citation’’ which is made, and 
treated, under § 501. 


Paragraph (i) of § 1.97 would also be revised to make it a 
little clearer as to what sections must be complied with, and 
to change the paragraph (i) plural recitation of information 
disclosure statements to a singular recitation, which would be 
in conformance with the rest of § 1.97. 


Part (7) Copies of Cited U.S. Applications Required 


The Office proposes to go forward, at the present time, 
with one aspect of the Advance Notice IDS proposal. Section 
1.98(a)(2) would be revised to require that an IDS include a 
legible copy of each cited pending U.S. application. Thus, the 
current exception to the requirement for supplying citation 
copies set forth in § 1.98(a)(2)(ii) for pending U.S. applications 
would be eliminated. 


The Office noted, in the Advance Notice, its concern that 
current § 1.98 does not require applicant to supply copies of 
U.S. application citations. It was pointed out that there is a 
real burden on the examiner to locate and copy one or more 
pending applications, thus delaying the examination of the 
application being examined (in which the U.S. application cita- 
tion is made). Further, copying a cited application has the 
potential for interfering with the processing and examination 
of the cited application itself. Accordingly, § 1.98(a)(2) is 
proposed for revision to require, for each U.S. application 
citation listed, that applicant submit either a copy of the applica- 
tion specification, including the claims, and any drawing of 
the application, or as a minimum, the portion of the application 
which caused it to be listed, including any claims directed to 
the portion which caused it to be listed. This proposed revision 
would, additionally, be a benefit to the public since the copy 
of the application would be readily available upon issuance of 
the application as a patent. 


Comments Received in Response to the Advance Notice: 
In response to the Advance Notice, a significant number of 
comments were in favor of adopting the requirement for copies 
of U.S. applications, and indicated that there should be no 
problem with requiring submission of copies. Comments noted 
that the submission of copies of cited applications will speed 
up the application process. It will decrease the time burden on 
examiners in obtaining and copying such applications. It will 
also avoid interruption of the examination of the application 
being cited, as otherwise, papers in the original file of the cited 
application must be removed and copied in order to be reviewed. 
Even further, it was noted that this revision of the rule should 
reduce risks of application papers in the cited cases being 
misplaced or lost. 


A number of comments were concerned that submission of 
copies of multiple U.S. patent applications in an IDS will 
overwhelm the Office with an increased volume of paper. Some 
comments opposed the requirement for copies of U.S. patent 
applications on the grounds thatit will place a difficult burden 
on counsel/applicants to provide the Office with a copy of each 
cited U.S. application. An example was given, where the client 
has an extensive patent portfolio distributed among several 
patent firms (e.g., the result of licensing agreements or other 
conflicts of interest which require different counsel to be 
responsible for different cases in a portfolio). In such a scenario, 
counsel may not be able to receive/view copies of related 
applications due to constraints imposed by applicable ethical 
rules and thus may not be able to supply copies. Another 
example was given, where a practitioner may be aware that a 
pending application is relevant and may not have access to that 
pending application, since it is that of another party. 
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With respect to these grounds for opposition to the require- 
ment, it should initially be noted that citation of another applica- 
tion in an IDS is relatively rare and, as such, should not 
significantly increase the volume of paper the Office must deal 
with. Also, in those few situations where U.S. applications are 
cited and counsel cannot provide copies of the applications, a 
petition could be submitted for waiver of the rules, and the 
petition would be decided on a case-by-case basis. In addition, 
if a practitioner is not permitted, due to ethical considerations, 
to review material that may be of significance in the prosecution 
of a particular application, it is not clear why the practitioner 
would be involved in the prosecution of that application. As 
to the comment relating to lack of access by practitioner, such 
lack of access may result from the fact that the application to 
be cited is that of a third party and is not available to the public, 
which includes the practitioner or the practitioner’s client; the 
patent rules should not be a means whereby the Office will 
provide practitioner with a copy of a pending U.S. application 
merely because the practitioner or the client thereof has come 
across the application number. 


It was suggested in the comments that review of the Office 
file is better than review of a supplied copy; i.e., it is more 
useful for the examiner to review the Office file, which is more 
comprehensive, than to review the copies that applicant would 
send. As to this concern, the benefits of eliminating the Office’s 
burden of obtaining and copying such applications, as well as 
avoiding interruption of examination of the cases being cited, 
are deemed to be greater than the possible benefit associated 
with the review of the Office file. If the submitted copy of a 
cited U.S. patent application is found by the examiner to be 
of sufficient relevance for further review of the application, at 
that point in time, the examiner can expend the extra effort to 
obtain and review the file. On the other hand, for the majority 
of the cited applications that are not worthy of looking into 
further, this extra expenditure of time and effort will be saved. 


The comments further urged that if a cited U.S. application 
supplied with an IDS is later abandoned, a petition to expunge 
the copy of the cited application must be submitted to remove 
the application from the file, and the Office would then need 
to consider if the U.S. application is immaterial to patentability 
of the invention such that it can be expunged (see MPEP 
724.05). This concern is noted; however, it should be the excep- 
tion rather than the rule. The time expended in deciding the 
relatively few petitions to expunge that are filed should more 
than be counterbalanced by the reduction of the burden to 
obtain and copy applications and the avoidance of interruption 
of examination of the application being cited. In addition, even 
under the current system where application-citation copies are 
not required, a petition to expunge is still needed to expunge 
the listed application number, in cases where the content of 
that application citation is sufficiently identified in the record. 
Thus, the increase in petitions to expunge (generated by the 
proposal) should be very small indeed. 


It was suggested that the examiner’s time in obtaining U.S. 
application files could be saved by providing clerical support 
in the groups, which would function to assist the examiner 
with obtaining the cited application files. This, however, would 
be a large drain on Office resources, which are limited, and 
would still result in undesirable interruptions of examination 
of the application being cited. 


It was suggested that, instead of requiring copies of all cited 
applications with the IDS, the Office should reserve the right 
to later request copies from applicant where specific application 
files are not easily available. As to this suggestion, it is first 
noted that it would not at all reduce the time that the cited 
application would be away from the examiner of the cited 
application, and thus does not deal with the problem of interrup- 
tion of the examination of the application being cited. In addi- 
tion, making a requirement from applicant for the application 
after the IDS is received (for difficult-to-obtain cases) slows 
the examination process since the examiner must wait for the 
copy, while if the copy were submitted with the IDS, the 
examiner could immediately begin the examination. Further- 
more, a large expenditure of time would have been made in 
finding out that the application file is not easily available. Even 
after the application is obtained and reviewed, it is, at times, 
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found that some portion is missing. At that time, the effort 
would already have been expended, and only then would the 
copy of the application first be required from applicant. 


Part (8) How To Identify a Cited U.S. Application 


Section 1.98(b) is proposed to be amended to require that 
eachlisted U.S. application to be identified by the inventors, 
application number and filing date. 

Part (9) Citation Was Previously Made in Parent Application 


Paragraph (d) of § 1.98 is proposed to be revised to make 
it clear that the mere submission of the citation in the parent 
application (by applicant) is not enough to take advantage of 
paragraph (d) when submitting the citation in the ‘‘child”’ 
application. A copy of the citation must have been submitted 
in the parent, and the submission of the citation made in the 
parent must have complied with § 1.97, except for an application 
filed under § 1.53(d). 


A situation might arise where applicant would establish con- 
tinuity with an existing application having listed U.S. applica- 
tions for which copies were not supplied (under the current 
practice, i.e., before the changes proposed in this notice would 
go into effect), and applicant would thereby take advantage of 
paragraph (d) of § 1.98 to have the cited applications reviewed 
in the newly filed “‘continuation”’ (i.e., filed after the changes 
proposed in this notice would go into effect) without submitting 
copies. To deal with this possibility, paragraph (d) of § 1.98 
would be revised to require that where the cited U.S. application 
(the listed information) was not cited *‘by * * * the Office’’ 
(i.e., not cited by the examiner in the parent), the information 
submission made in the prior application must have been in 
compliance with paragraphs (a) through (c) of § 1.98 as they 
are drafted in this notice. In other words, if the copy of the 
application papers (for the cited application) was not present 
in the parent, it must now be submitted in the continuation. 


It might be argued that because a copy of the citation was 
submitted in the parent, paragraph (d) is satisfied even though 
the submission of the citation made in the parent did not comply 
with § 1.97. Paragraph (d) of § 1.98 as proposed for revision 
dealswith this argument. 


Part (10) Grammar and Consistency 


All changes which are proposed in §§ 1.97 and 1.98 other 
than those explicitly identified above would be made for 
grammar and consistency within the sections. This includes, 
for example, deleting the last sentence of § 1.98(c) and inserting 
it as the last sentence of § 1.98(a)(3) where it more appropriately 
belongs. 


Part (11) Aspects of Topic 9 in the Advance Notice Not Being 
Pursued Further 


Statement of Personal Review: In the Advance Notice, it 
was proposed that the IDS submitter be required to state that 
he/she personally reviewed each submitted IDS citation to 
determine whether or not that citation is relevant to the claimed 
invention(s) and is appropriate to cite to the Office in the IDS. 
This statement of personal review would have to be made by 
a registered practitioner (where applicant is represented by a 
practitioner), or by at least one of the inventors (where applicant 
is not represented). 


A large majority of the comments (in response to the Advance 
Notice) opposed requiring the statement of personal review as 
proposed in the Advance Notice. Opposition was based upon 
the following: (1) The required statement of personal review 
as proposed in the Advance Notice would greatly increase 
prosecution costs; (2) the impact of the cost burden imposed 
would be extremely hard on small entities and independent 
inventors, and may be contrary to the Office’s Independent 
Inventor Initiative; (3) the proposed review by the practitioner 
(where applicant is represented) will result in a duplication of 
the prior efforts of inventors, in-house counsel (not representing 
the inventor before the Office), or foreign associates who ini- 
tially provided the information (the practitioner must *‘second 
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guess”’ the inventor, etc. as to whether the citation is relevant 
and how it is relevant; (4) the proposed practitioner review- 
would provide new grounds for allegations of inequitable con- 
duct (whether the subjective requirements of the personal 
review statement were complied with), and the possibility of 
malpractice as to the review conducted; (5) the statement of 
review is already inherent in any IDS (§ 10.18(b)(2), § 1.56), 
and an explicit statement is not needed; (6) the proposed prac- 
titioner review would raise problems as to attorney-client rela- 
tions, e.g., conflict of interest, and potentially a breach of 
attorney-client privilege as to the review of the documents 
made; and (7) the statement of personal review would not be 
effective (it will not prevent marginally related and unrelated 
citations from being submitted), since one could make a cursory 
personal review of a citation, reach no decision, and simply 
submit the citation, with minimal comment. 


There was some limited support for adoption of the proposal 
requiring a statement of personal review (at least in part); 
however, a substantial majority of the comments expressed 
opposition to the statement of personal review. The Office has 
taken note of the duplication of review effort, the potential 
increased costs, the subjectivity of the statement, the resulting 
potential for charges of inequitable conduct, and the conflict- 
of-interest problems that could be brought about by going for- 
ward with the proposed requirement for a statement of personal 
review. Accordingly, a decision has been made to not go for- 
ward with the requirement for a statement of personal review 
at this time. 


Citations To Be Uniquely Described: The Advance Notice 
proposed that applicant be required to compare each of the 
citations to each of the independent claims, or specific depen- 
dent claim(s), in a meaningful way unique to each citation. 
The description of each citation would have to point out why 
applicant believes the citation to be unique in its teaching/ 
showing relative to the claimed invention(s). Description would 
not be required for any ten citations, and for citations in a 
corresponding application by a foreign patent office, PCT inter- 
national searching authority, or PCT international preliminary 
examining authority, provided the search report or office action 
in the English language is also submitted. 


The comments in opposition to the unique description pro- 
posal were both numerous and varied as to the reasons for 
opposition. Reasons for opposition are summarized: (1) A 
potential for adverse future litigation implications, and for 
admissions which otherwise need not be made, would result 
from the proposal; (2) the proposal would impose an unreason- 
able cost and time burden upon the public; (3) the impact of 
the burden imposed would be extremely hard on small entities 
and independent inventors, and may be contrary to the Office’s 
Independent Inventor Initiative; (4) the proposed description 
of the citations is unduly burdensome, and the many possible 
description permutations impose an impossible task (descrip- 
tion would be needed to cover all claim meanings, art settings 
and potential art combinations, and would need to be updated 
each time the claims are amended); (5) reasonable minds will 
differ on which portions of a citation are significant, which 
citations are cumulative, and the relevant teachings of any 
particular citation; (6) the appropriate standard for determining 
if an item should be considered is whether the item is material, 
not whether it is cumulative (so, explanation of why the citation 
is not cumulative should not be imposed); (7) the description 
proposal discriminates against foreign applications and U.S. 
practitioners representing foreign applicants, since the U.S. 
practitioner, who is not the author of the case, is not completely 
familiar with the technology; (8) the proposed unique descrip- 
tion requirement is not fair since examiners donot have this 
burden; (9) experience has shown that the submitted description 
may not be a useful tool to the examiner, and some examiners 
do/did not even read the descriptions; (10) the description pro- 
posal would provide a ‘‘role reversal’? where applicant does 
the examiner’s job of evaluating the citations but not as well, 
i.e., the proposal appears to force applicant’s representative to 
*‘play’’ examiner, review each of the citations, and essentially 
make a rejection for the examiner in an IDS; (11) there is no 
statute or case law that requires the applicant to comment on 
citations submitted to satisfy the duty to disclose (thus, applicant 


OFFICIAL GAZETTE 


Marcu 21, 2000 


should not be charged with that responsibility); (12) it should 
take no longer for the examiner to evaluate IDS art than the 
time it takes him/her to review art when searching through 
shoes of patents; (13) no data/facts have been presented to 
show a need for the description of the citations; (14) the pre- 
set number of ten ‘‘free’’ citations (without description) pro- 
posed in the Advance Notice is an artificial and arbitrary 
number, and it would be difficult to decide which ten to choose 
(it encourages gamesmanship and planning in selecting which 
citations to describe); (15) the proposed selection of an arbitrary 
ten free citations opens upa ‘*‘Pandora’s Box’’ regarding infer- 
ences as to the particular ten citations selected; and (16) the 
number “‘ten’’ for the free citations is too small, and the number 
actually needed depends upon many factors surrounding the 
application such as complexity, technology, and number of 
claims. 


Conclusion: The overwhelming majority of the comments 
expressed opposition to the unique description proposal of the 
Advance Notice. The Office has taken note of the large burden 
that would be imposed on applicants and attorneys by the 
description proposal of the Advance Notice, the potential for 
future adverse consequences stemming from doing the descrip- 
tion or the choice not to describe, and the applicant’s role 
reversal that would be imposed by the description proposal. 
Accordingly, a decision has been made to not go forward with 
the unique description proposal at this time. 


Suggestions Regarding Topic 9: A substantial number of 
suggestions were submitted for modification of the Advance 
Notice Topic 9 proposal as to the required statement of personal 
review and the unique description requirement and its excep- 
tions. It was also widely suggested that the Office charge fees 
for consideration and evaluation of an excessive number of 
submitted citations. These suggestions have not been accepted 
in view of the decision not to go forward with the Topic 9 
proposal other than the requirement for copies of applications 
(as discussed above). 


Part (12) Comments Generally Directed at Revision of the IDS 
Rules 


Some comments on the Advance Notice IDS proposals were 
not directed to specific aspects of Topics 9 and 10, but com- 
mented on the IDS proposals on the whole. Those comments 
noted: (1) No reason nor incentive has been provided to the 
public to give up the current IDS system; (2) the proposed 
Advance Notice IDS changes donot serve the public nor appli- 
cant’s interest, and would eliminate a significant number of 
application filings each year; (3) the current IDS submission 
rules work well and should not be changed (the Office should 
not over-react by adopting a drastic cure that would be more 
harmful than the disease); (4) it is not an excessive burden on 
the Office to review large numbers of submitted documents, 
but actually helps the process (this issue was previously visited 
during the promulgation of the current § 1.98, and the Office 
found that examiners’ review of all submitted documents would 
not constitute an excessive burden); (5) the IDS proposals set 
forth in the Advance Notice will not be effective to discourage 
submissions to the point that the Office problem is solved since 
the duty of disclosure remains in effect, and on the other hand, 
the proposals will discourage pre-searches and other mecha- 
nisms for disclosure that strengthen patents; (6) the proposal 
imposes significant new limitations on the practitioner’s ability 
to freely disclose information to the Office due to cost account- 
ability to clients and potential adverse litigation consequences; 
(7) the Office desire to reduce application processing time via 
the IDS proposals would be expected to reduce the quality of 
examination, and that is an undesirable trade-off; (8) the IDS 
proposals conflict with world patent harmonization (the U.S. 
is theonly patent-granting body in the world that requires cita- 
tions of relevant art, and it runs counter to world patent harmoni- 
zation that applicant’s burden in this regard should now be 
increased by the proposals to further impose requirements on 
applicant not required by other patent granting bodies); (9) 
the IDS proposals are complicated; and (10) the Office’s IDS 
problem is at least partly generated by MPEP 2004 which calls 
for citation of even questionable or marginal items. 
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Summary: The overall support for the IDS proposals as set 
forth in the Advance Notice was relatively limited, and, for 
the most part, where support was advanced, it was advanced 
as a qualified support. On the other hand, a large majority of 
the comments opposed the Advance Notice IDS proposals, 
often stating their objection to the proposals using language. 
Accordingly, the IDS proposals as set forth in Topics 9 and 
10 of the Advance Notice have been withdrawn at this time 
(with the exception of the proposed requirement for a copy of 
each cited U.S. application, which did have some support and 
is being retained for reasons discussed both below and above). 


The present IDS proposal addresses the major concerns of 
the comments in that it does not call for a statement of personal 
review, nor a unique description, as were called for in the 
Advance Notice. It also does not propose to limit the number 
of citations that may be submitted. As noted, the present IDS 
proposal does in fact retain one aspect of the Advance Notice 
IDS proposal-applicant would be required to provide a copy 
of the specification including the claims (and any drawing) of 
each U.S. application cited in the IDS, or the portion of the 
application which caused it to be listed, including any claims 
directed to that portion of the application. Any increase in 
applicant’s burden due to this one retained aspect should be 
minor since: (1) The citation of U.S. applications represents a 
very small minority of documents cited, and (2) the original 
of the application is usually readily available to the applicant 
as a related application (and where not so, a petition can be 
filed requesting that a copy not be required in that isolated and 
rare case). The need for any such minor increase in burden is, 
however, heavily outweighed by the many benefits obtained. 
As pointed out above, the presence of the application copies 
with the IDS will (1) decrease the time burden on examiners 
in obtaining and copying the applications, (2) avoid interruption 
of examination of the cited cases, (3) reduce risks of application 
papers in the actual! file of the cited applications being misplaced 
or lost, and (4) be advantageous to the public as such copies 
being in the application file would be readily available to the 
public upon issuance of the application as a patent. 


The presently proposed IDS rules also include a number of 
revisions for consistency and grammar, and to tie up a number 
of loose ends as discussed above. These proposed revisions 
should not, however, represent any significant burden on the 
public. 


Section 1.102: Section 1.102(d) is proposed to be amended 
to refer to *‘the fee set forth in § 1.17(h)’’ for consistency with 
the changes to § 1.17(h) and § 1.17(i). See discussion of changes 
to § 1.17(h) and § 1.17(i). 


Section 1.103: Section 1.103 is proposed to be revised for 
clarity and to provide a procedure for obtaining a limited sus- 
pension of action in a continued prosecution application (CPA) 
under § 1.53(d). The heading of § 1.103 is proposed to be 
amended to add the phrase ‘‘by the Office’’ to clarify that this 
section does not apply to requests for suspension of action (or 
reply) by the applicant. 


Section 1.103(a) is proposed to provide for suspension of 
actionfor cause. Specifically, § 1.103(a) is proposed to provide 
that on request of the applicant, the Office may grant a suspen- 
sion of action under this paragraph for good and sufficient 
cause. Section 1.103(a) is also proposed to provide that: (1) 
The Office will not suspend action if reply by applicant to an 
Office action is outstanding; and (2) any petition for suspension 
of action under § 1.103(a) must specify a period of suspension 
not exceeding six months. Section 1.103(a) is proposed to 
specifically provide that any petition for suspension ofaction 
under § 1.103(a) must also include: (1) A showing of good 
and sufficient cause for suspension of action; and (2) the fee 
set forth in § 1.17(h), unless such cause is the fault of the 
Office. If an additional suspension period is desired applicant 
may submit another petition under § 1.103(a) requesting same. 


Section 1.103(b) is proposed to provide for a limited suspen- 
sion of action in a continued prosecution application (CPA) 
under § 1.53(d). Section 1.103(b) is specifically proposed to 
provide that on request of the applicant, the Office may grant 
a suspension of action under § 1.103(b) in a CPA for a period 
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not exceeding three months. Section 1.103(b) is proposed to 
specifically provide that any request forsuspension of action 
under § 1.103(b) must be filed with the request for a CPA and 
include the processing fee set forth in § 1.17(i). 


Section 1.103(c) is proposed to provide that the Office will 
notify applicant if the Office suspends action on an application 
on its Own initiative. 


Section 1.103(d) is proposed to provide for suspension of 
action for public safety or defense. Section 1.103(b) is specifi- 
cally proposed to provide that the Office may suspend action 
by order of the Commissioner if the following conditions are 
met: (1) The application is owned by the United States; (2) 
publication of the invention may be detrimental to the public 
safety or defense; and (3) the appropriate department or agency 
requests such suspension. 


Section 1.103(e) is proposed to provide that the Office will- 
suspend action for the entire pendency of an application if the 
Office has accepted a request to publish a statutory invention 
registration in the application, except for purposes relating to 
patent interference proceedings under Subpart E. 


Section 1.105: Section 1.105 would be a new section con- 
taining paragraphs (a) through (c), relating to requirements by 
the Office that certain information be supplied. 


Paragraph (a)(1) of § 1.105 would provide examiners or 
other Office employees explicit authority to require submission 
of such information as may be reasonably necessary for the 
Office to properly examine or treat a matter being addressed 
in an application under 35 U.S.C. 111 or 371, in a patent, or 
in a reexamination proceeding. Abandoned applications would 
also fall within the scope of the rule to provide for handling 
of petition matters. New § 1.105 is simply an explicit recitation 
of inherent authority that exists pursuant to 35 U.S.C. 131 and 
132, and continues the practice of providing explicit authority 
to Office employees as was done with the Board of Patent 
Appeals and Interferences under § 1.196(d) and with trademark 
examiners under § 2.61. 


The use of the authority under proposed paragraph (a)(1) 
of§ 1.105 would be encouraged so that the Office can perform 
the best quatity examination possible. The authority is not 
intended to be used by examiners without a reasonable basis, 
but to address legitimate concerns that may arise during the 
examination of an application or consideration of some matter. 
Any abuse in implementation of the authority, such as a require- 
ment for information that is not in fact reasonably necessary 
to properly examine the application, would be addressed by 
way of petition under § 1.181. For example, the Office may, 
under appropriate circumstances, desire the authority to ask 
for: 


1. The existence of any particularly relevant commercial 
data base that could be searched for a particular aspect of an 
invention, in certain technologies where pertinent prior art is 
highly likely to be found in a commercial data base. 


2. Information that may not be required to be submitted by 
§ 1.56, but that the examiner would deem useful on an applica- 
tion-by-application basis (which could be done prior to the 
application being taken up for examination, such as when the 
application is assigned to an examiner): (a) Submission of any 
published articles, authored by any of the inventors, that relate 
to a claimed invention, and (b) any non-patent literature or 
patents that were used to draftthe application or in the invention 
process, such as where the invention is an improvement over 
the prior information. 


3. A reply to a matter raised in a protest under § 1.291 


4. An explanation of technical material in a publication, such 
as one of the inventors’ publications. 


5. The identification of changes made in a reformatted contin- 
uing application filed under § 1.53(b). 


6. A mark-up for a continuation-in-part application showing 
the new matter where there is an intervening reference. 
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7. Comments on a new Federal Circuit decision that appears 
on point. 


The proposed § 1.105 is not intended to change current 
Officepractice in regard to questions of fraud under § 1.56, 
and inquiries relating thereto would not be authorized. See 
MPEP 2010. 


Paragraph (a)(2) of § 1.105 would provide a safety net by 
specifically recognizing that where the information required to 
be submitted is unknown and/or is not available, a complete 
response to the requirement for information would be a state- 
ment to that effect. There would be no requirement for a 
showing that in fact the information was unknown or not avail- 
able such as by way of disclosing what was done to attempt 
to satisfy the requirement for information. Nonetheless, it 
should be understood that a good faith attempt must be made 
to obtain the information and a reasonable inquiry made once 
the information is requested even though the Office will not 
look behind the answer given. An Office employee should not 
continue to question the scope of a specific answer merely 
because it is not as complete as the Office employee desires. 


Example: In a first action on the merits of an application 
with an effective filing date of May 1, 1999, the examiner 
notes the submission of a protest under § 1.291 relating to a 
public sale of the subject matter of the invention and requests 
a date of publication for a business circular authored by the 
assignee of the invention, which circular was submitted with 
the protest. It is expected that the attempt to respond to the 
requirement for information would involve contacting the 
assignee who would then make a good faith attempt to deter- 
mine the publication date of the circular. The response to the 
requirement states that the publication date of the circular is 
“‘around May 1, 1998.’’ As ‘‘around May 1, 1998’’ covers 
dates both prior and subsequent to May 1, 1998, a prima facie 
case under 35 U.S.C. 102(b) would not exist. The examiner 
cannot require that the response be more specific or hold the 
response to be incomplete based on such reply. The examiner 
can, however, in the next Office action seek confirmation that 
this is the most specific date that was obtained or can be 
obtained based on a reasonable inquiry being made if that is 
not already clear from the response to the initial requirement 
for information. 


Paragraph (b) of § 1.105 would provide that the requirement 
for information may be included in an Office action, which 
would include a restriction requirement if appropriate, or can 
be sent as a separate letter independent of an Office action on 
the merits such as when the information required is critical to 
an issue or issues that need to be addressed in a subsequent 
Office action. It is expected that due to cycle time concerns 
the use of a requirement for information independent of an 
Office action on the merits would be limited. 


Paragraph (c) of § 1.105 would provide that a response to 
a requirement for information or failure to respond thereto 
would be governed by §§ 1.135 and 1.136. Note the Example 
provided in the discussion of paragraph (a)(2) of § 1.105. 


Section 1.111: The heading of § 1.111 is proposed to be 
amended to clarify that it applies to a reply by the applicant 
or patent owner to a non-final Office action. Section 1.111 is 
proposed to be amended to: (1) Provide a reference to § 1.104 
concerning the first examination of an application; (2) change 
the reference to § 1.135 and § 1.136 (for time for reply to 
avoid abandonment) from paragraph (c) to paragraph (a); and 
(3) add the sentence ‘‘[a] second or subsequent supplemental 
reply will be entered unless disapproved by the Commis- 
sioner. 


The Office indicated in the Advance Notice that it was 
considering charging a handling fee for all supplemental replies. 
The Office was specifically considering replacing the current 
practice of allowing unlimited supplemental replies to be filed 
without requiring any fee with a new practice in which a han- 
dling fee would be charged for each supplemental reply that 
is filed after the initial reply to an Office action has been filed. 


While some comments supported this proposed change, a 
majority of comments opposed charging a handling fee for 
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supplemental replies. The reasons given for opposition to the 
proposal included arguments that: (1) The proposal was simply 
a revenue-raising proposition; (2) the primary cause of supple- 
mental replies crossing with an Office action is Office mail 
room delay and paper processing delays; (3) applicants may 
need to file a supplemental amendment due to later-discovered 
prior art. The comments also suggested that: (1) The PALM 
system be enhanced to flag supplemental replies to avoid issuing 
an Office action until any supplemental reply is matched with 
the application; and (2) examiners call applicants two weeks 
prior to acting on an application to determine whether a supple- 
mental reply has been filed. 


This notice does not propose changing the rules of practice 
to charge a handling fee for supplemental replies. Based upon 
the comments and its own evaluation, the Office has concluded 
that the proposed handling charge would not discourage the 
filing of supplemental replies, but would only result in such 
replies being filed with the handling fee. 


The Office, however, is proposing a change to the rules of 
practice to provide that the entry of second or subsequent 
supplemental replies may be disapproved by the Commissioner. 
It is expected that disapproval of a second or subsequent supple- 
mental amendment will be delegated to the appropriate Tech- 
nology Center Group Director under MPEP 1002.02(c). As 
most supplemental replies cause only a minor inconvenience 
to the Office, the Office is not inclined to propose a change 
that would affect the ability to file a supplemental reply when 
such is warranted. There are, however, some applicants who 
routinely file preliminary or supplemental amendments that 
place a significant burden on the Office by: (1) Canceling 
the pending claims and adding many new claims; (2) adding 
numerous new claims; (3) being filed approximately two 
months from the date the original reply was filed (i.e., when the 
examiner is likely to be preparing an Office action responsive to 
the original reply). These applicants also tend to be those having 
many applications simultaneously on file in the Office. 


The provision that the entry of a second or subsequent supple- 
mental reply may be disapproved by the Commissioner would 
give the Office the latitude to permit entry of those supplemental 
replies that do not unduly interfere with the preparation of an 
Office action, but would also give the Office the latitude to 
refuse entry of those supplemental replies that do unduly inter- 
fere with the preparation of an Office action. The factors that 
would be taken into consideration when deciding whether to 
disapprove entry of such a supplemental reply are: (1) The 
state of preparation of an Office action responsive to the initial 
reply; and (2) the nature of the change to the pending claims 
that would result from entry of the supplemental reply. That 
is, if the examiner has devoted a significant amount of time to 
preparing an Office action before such a supplemental amend- 
ment is matched with the application, it would be appropriate 
for the Office to disapprove entry of the supplemental amend- 
ment. If, however, such a supplemental amendment merely 
cancels claims (as opposed to canceling claims and adding 
claims, or simply adding claims), it would not be appropriate 
to disapprove entry of such a supplemental amendment even 
if the examiner has devoted a significant amount of time to 
preparing an Office action before such a supplemental amend- 
ment is matched with the application. 


Obviously, if a supplemental reply is received in the Office 
(§ 1.6) after the mail date of the Office action responsive to 
the original reply and is not responsive to that Office action, 
the Office will continue the current practice of not mailing a 
new Office action responsive to that supplemental reply, but 
simply advising the applicant that the supplemental reply is 
non-responsive to such Office action and that a responsive 
reply (under § 1.111 or 1.113 as the situation may be) must 
be timely filed to avoid abandonment. Put simply, the mailing 
of an Office action responsive to the original reply will continue 
to cut off the applicant’s right to have any later-filed supple- 
mental reply considered by the Office. 


The proposed change to § 1.111(a) in this notice: (1) Is not 
a revenue-raising proposition; and (2) will not affect the vast 
majority of supplemental replies. It will only apply to a supple- 
mental reply if: (1) the applicant has already filed one (a first) 
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supplemental reply; and (2) the supplemental reply is not 
matched with the application until after the examiner has 
devoted a significant amount of time to preparing an Office 
action. 


The suggestion regarding enhancement to the PALM system 
is being taken under advisement. Such an enhancement, how- 
ever, would not discourage the filing of the supplemental replies 
that piace a burden on the Office, but would only inform the 
examiner that such a reply has not yet been matched with the 
application. In the absence of a procedure for disapproving 
the entry of such burdensome replies, the so-enhanced PALM 
system would simply advise the Office not to act on the affected 
application for extended periods of time, which would have 
an adverse effect on the Office’s efforts to reduce cycle time. 


The suggestion that examiners call applicants two weeks 
prior to acting on an application to determine whether a supple- 
mental reply has been filed is not practicable. The Office issues 
hundreds of thousands of Office actions each year. Thus, imple- 
menting this suggestion would require the Office (examiners) 
to make hundreds of thousands of additional telephone calls 
to applicants each year. 


Section 1.112: Section 1.112 is proposed to be amended to 
provide a reference to § 1.104 concerning the first examination 
of an application. Section 1.112 is proposed to be amended to 
add the phrase ‘‘or an appeal (§ 1.191) has been taken’”’ to the 
last sentence. This addition is to clarify that once an appeal 
has been taken in an application, any amendment is subject to 
the provisions of § 1.116 (b) and (c), even if the appeal is in 
reply to a non-final Office action. 


Section 1.115: A new § 1.115 is proposed to be added to 
provide for preliminary amendments. The Office indicated in 
the Advance Notice that it was considering charging a handling 
fee for certain preliminary amendments. The Office was specifi- 
cally considering replacing the current practice of allowing 
unlimited preliminary amendments to be filed without requiring 
any fee with a new practice in which a handling fee would be 
charged for each preliminary amendment filed later than a 
specified time period (one month) after the filing date of the 
application. 


While some comments supported this proposed change, a 
majority ofcomments opposed charging a handling fee for cer- 
tain preliminary amendments. The reasons given for opposition 
to the proposal included arguments that: (1) The proposal was 
simply a revenue-raising proposition; (2) the primary cause of 
preliminary amendments crossing with an Office action is 
Office mail room delay and paper processing delays; (3) appli- 
cants should not be forced to file preliminary amendments and 
other papers until after receiving a filing receipt and application 
number; and (4) applicants may need to file a preliminary 
amendment due to later-discovered prior art. The comments 
also suggested that: (1) The PALM system be enhanced to flag 
preliminary amendments to avoid issuing an Office action until 
the preliminary amendment is matched with the application; 
(2) examiners call applicants two weeks prior to acting on an 
application to determine whether a preliminary amendment has 
been filed; and (3) applicants filing a continued prosecution 
application under § 1.53(d) (CPA) be given a few weeks to 
file any necessary preliminary amendment. 


The Office is not proposing a change to the rules of practice 
to charge a handling fee for certain preliminary amendments. 
Based upon the comments and its own evaluation, the Office 
has concluded the proposed handling charge would not dis- 
courage the filing of preliminary amendments, but would only 
result in such amendments being filed with the handling fee. 
The Office, however, is proposing a change to the rules of 
practice to provide that the entry of certain preliminary amend- 
ments may be disapproved by the Commissioner. See the dis- 
cussion of § 1.111 for an explanation of the need for this change 
to the rules of practice. 


Section 1.115(a) as proposed provides that a preliminary 
amendment is an amendment that is received in the Office (§ 
1.6) on or before the mail date of the first Office action under 
§ 1.104. That is, an amendment received in the Office (§ 1.6) 
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after the mail date of the first Office action is not a preliminary 
amendment, even if it is non-responsive to the first Office 
action and seeks to amend the application prior to the first 
examination. 


Section 1.115(b) is proposed to provide that a preliminary 
amendment will be entered unless disapproved by the Commis- 
sioner, and also provide that a preliminary amendment will not 
be disapproved if it is filed no later than: (1) Three months 
from the filing date of an application under § 1.53(b); (2) 
the filing date of a continued prosecution application under § 
1.53(d); or (3) three months from the date the national stage 
is entered as set forth in § 1.491 in an international application. 
Thus, the entry of a preliminary amendment will not be disap- 
proved under § 1.115(b) if it is filed within one of the periods 
specified in § 1.115(b)(1) through (b)(3). Nevertheless, if a 
‘‘preliminary’’ amendment is filed after the mail date of the 
first Office action, it is not a preliminary amendment under § 
1.115(a). If a (“‘preliminary’’) amendment is received in the 
Office (§ 1.6) after the mail date of the first Office action and 
is not responsive to the first Office action, the Office will 
continue the current practice of not mailing a new Office action 
responsive to that amendment, but simply advising the applicant 
that the amendment is non-responsive to first Office action and 
that a responsive reply must be timely filed to avoid abandon- 
ment. Put simply, the mailing of the first Office action will 
continue to cut off the applicant’s right to have any later-filed 
preliminary amendment considered by the Office, even if that 
amendment is filed within the time periods specified in pro- 
posed § 1.115(b). 


Section 1.115(c) is proposed to provide that the time periods 
specified in § 1.115(b) are not extendable. 


It is expected that disapproval of a preliminary amendment 
filed outside the period specified in § 1.115(b) will be delegated 
to the appropriate Technology Center Group Director under 
MPEP 1002.02(c). The provision that the entry of a preliminary 
amendment filed outside the period specified in § 1.115(b) may 
be disapproved by the Commissioner would give the Office 
the latitude to permit entry of those preliminary amendments 
filed outside the period specified in § 1.115(b) that do not 
unduly interfere with the preparation of an Office action, but 
would also give the Office the latitude to refuse entry of those 
preliminary amendments filed outside the period specified in 
§ 1.115(b) that do unduly interfere with the preparation of an 
Office action. As with the proposed change to § 1.111(a), the 
factors that would be taken into consideration when deciding 
whether to disapprove entry of such a preliminary amendment 
are: (1) The state of preparation of the first Office action; and 
(2) the nature of the change to the pending claims that would 
result from entry of the preliminary amendment. 


The proposed change to § 1.115 in this notice: (1) Is not a 
revenue-raising proposition; and (2) will not affect the vast 
majority of preliminary amendments. It will only apply to a 
preliminary amendment if: (1) The preliminary amendment is 
filed outside the time periods specified in § 1.115(b)(1) through 
(b)(3); and (2) the preliminary amendment is not matched with 
the application until after the examiner has devoted a significant 
amount of time to preparing an Office action. The suggestions 
that the PALM system be enhanced and that examiners call 
applicants two weeks prior to acting on an application are 
addressed above in the discussion of § 1.111(a). 


In an application filed under 35 U.S.C. 111(a) and § 1.53(b) 
or a PCT international application entering the national stage 
under § 1.491, the time periods specified in § 1.115(b) should 
give the applicant time between the mailing of a filing receipt 
and the mailing of a first Office action to file any necessary 
preliminary amendment. CPA practice under § 1.53(d), how- 
ever, is designed to provide a first Office action sooner than 
if the application had been filed as a continuation under § 
1.53(b) (or under former §§ 1.60 or 1.62). See Continued Prose- 
cution Application (CPA) Practice, Notice, 1214 Off. Gaz. Pat. 
Office 32, 32 (September 8, 1998). An applicant filing a CPA 
under § 1.53(d) who needs time to prepare a preliminary amend- 
ment should file a request for suspension of action under § 
1.103(b) with the CPA request. See discussion of § 1.103(b). 
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Section 1.121: Section 1.121 is proposed to be amended 
to change the manner of making amendments in non-reissue 
applications. The proposed practice to amend the specification 
by replacement of asection or paragraph (or claim) would elimi- 
nate the need for the Office to enter changes by handwriting 
in red ink. This change would result in a specification (including 
claims) in clean-copy form that can be Optical Character Recog- 
nition (OCR) scanned during the patent publishing process. 
The proposed practice also requires the applicant to provide a 
marked-up copy of the changed section or paragraphs (or 
claims), using the applicant’s choice of marking system, which 
will aid the examiner in ascertaining the changes to the specifi- 
cation. 


The proposed change to § 1.121 involves concurrent changes 
to§ 1.52(b) (see discussion of § 1.52(b)(6)) to provide for 
numbering of the paragraphs of the specification, except for 
the claims. If the paragraphs of the specification are numbered 
as proposed in § 1.52, the applicant will be able to amend the 
specification by merely submitting a replacement paragraph 
(with the same number) with the desired changes made in the 
replacement paragraph. 


As discussed above, the adoption of the proposed changes to 
§ 1.121 will result in relatively clean (e.g., without underlining, 
bracketing, or red ink) application specifications that can be 
OCR scanned as part of the printing process in the Office of 
Patent Publications, which will result in a higher quality of 
printed patents. Complete OCR scanning of the amended por- 
tions of the specification and claims is not possible today 
because insertions of words, phrases or sentences made by 
handwriting in red ink and deletions made by words which 
have been lined through with red ink are ignored by the scanner. 
Further, while text marked with underlining and bracketing can 
be scanned, extra processing is required to delete the brackets 
and the text within the brackets and to correct misreading of 
letters caused by the underlining. Thus, using clean replacement 
sections or paragraphs and claims will permit complete OCR 
scanning which is a faster and more accurate method of cap- 
turing the application for printing while eliminating an exten- 
sive amount of key-entry of subject matter. This should result 
in patents with fewer errors in need of correction by certificate 
of correction, which will be a clear benefit to the patentees 
and conserve Office resources. 


In addition to submitting a replacement section or paragraph/ 
claim to make an amendment, applicant would also be required 
to submit a marked-up copy of the section or paragraph/claim 
to show the differences between the original and the replace- 
ment. The marked-up copy may be created by any method 
applicant chooses, such as underlining and bracketing, red- 
lining, or by any system designed to provide text comparison. 


The proposed change to § 1.121 will make the amendment 
process simpler, reduce processing time and operating costs, 
and reduce the opportunity for error associated with amendment 
entry. In addition, it is consistent with standardizing processing 
of amendments in both paper and electronic format in anticipa- 
tion of a total Electronic File Wrapper (EFW) environment, 
which is currently under development. Further, the changes 
being proposed are consistent with the Office’s efforts to harmo- 
nize with PCT practice and any changes being contemplated 
for that system. 


Section 1.121(a) is specifically proposed to be amended by 
replacing paragraphs (a)(1) through (a)(6) with new paragraphs 
(a)(1) through (a)(5), which treat the manner of making amend- 
ments in nonprovisional applications other than reissue applica- 
tions. Section 1.121(b) relates to amendments in reissue 
applications and § 1.121(c) relates to amendments in reexami- 
nation proceedings. 


Section 1.121(a)(1)(i) is proposed to provide procedures to 
delete, replace or add a paragraph to the specification of an 
application by requiring instructions for such accompanied by 
the replacement or added paragraph(s). By following the four- 
digit numbering system concurrently proposed in § 1.52(b)(6), 
applicants can easily refer to a specific paragraph by number 
and present an amendment thereto. Proposed § 1.121(a) requires 
that the replacement or added paragraph(s) not include any 
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markings to indicate the changes that have been made. A copy 
of the replacement or added paragraph(s) marked-up to show 
the changes would be required to accompany the amendment 
as an aid to the examiner. 


If a numbered paragraph is to be replaced by a single para- 
graph, the added replacement paragraph bearing the same 
number as the paragraph being replaced should be submitted. 
If more than one paragraph is to replace a single paragraph, 
the numbering of the added replacement paragraphs must begin 
first with the number of the paragraph being replaced, then 
subsequently by the number of the replaced paragraph together 
with a single decimal and sequential integers (e.g., paragraph 
[0071] is replaced by [0071], [0071.1] and [0071.2]). Any 
paragraphs being added between existing paragraphs must take 
the number of the preceding paragraph followed by a decimal 
and sequential integers (e.g., [0071.1] and [0071.2] are being 
inserted between paragraphs [0071] and [0072]). Unaffected 
paragraphs would retain their original numbers. Once an 
amendment is entered, subsequent amendments would be made 
vis-a-vis the numbering created by the previous amendment. 
Amendments to titles or headers, which are not considered 
paragraphs and thus not numbered, would be identified by 
reference to their location relative to a numbered paragraph 
(e.g., ‘‘the title appearing after paragraph [0062]’’). 


Section 1.121(a)(1)(ii) as proposed also permits applicants 
to amend the specification by replacement sections (e.g., as 
provided in §§ 1.77(a), 1.154(a) or 1.163(c)). As with replace- 
ment paragraphs, the amended version of a replacement section 
would be required to be provided in clean form and not include 
any markings to show the changes which have been made. A 
marked-up version showing the changes must accompany the 
actual amendment as an aid to the examiner. 


Section 1.121(a)(1)(ii) as proposed also permits applicants to 
amend the specification by submitting a substitute specification. 
Sections 1.52, 1.77, 1.154, 1.163 and 1.121(a) as proposed 
do not require applicants to number the paragraphs of the 
specification (§ 1.52(b)(6)) or provide section headings (§§ 
1.77, 1.154, 1.163). Without numbered paragraphs of the speci- 
fication or section headings, however, an applicant will be 
limited to amending the application by submitting a substitute 
specification. Thus, applicants submitting a substitute specifica- 
tion as a means of amending the application (including ‘‘transi- 
tion applications’’ filed before but amended after this proposed 
change to § 1.121(a) is adopted) areurged to include numbered 
paragraphs in the substitute specification (in the manner pro- 
posed in § 1.52(b)(6)), so that further amendments may be 
made by replacement paragraphs in accordance with § 
1.121(a)(1)(@i). An accompanying marked-up copy showing 
amended portions of the specification would be required. The 
addition of paragraph numbers in a substitute specification, 
however, need not be considered as an amendment to the speci- 
fication requiring a marked-up showing. 


Further, in applications not having numbered paragraphs, 
even if no amendments to the specification are being made, 
applicants are urged to supply a substitute specification 
including numbered paragraphs (consistent with § 1.52 (b)(6)) 
as part of the response to the first Office action, so that any 
future amendments to the specification may be made by num- 
bered paragraph replacement. As stated immediately above, a 
marked-up copy, showing paragraph numbers as the only 
change, is not required. 


The Office will not, upon request of applicants, number 
the paragraphs or sections of the specification, or accept any 
instructions to do the same. The Office reserves the right, 
however, to number or renumber the paragraphs in the printed 
patent as part of thepublication process. 


Section 1.121(a)(1)(iv) as proposed requires that matter 
deleted by amendment pursuant to any of the earlier paragraphs 
of § 1.121 could only be reinstated by a subsequent amendment 
presenting the previously deleted subject matter. No unentering 
of previously entered amendments will be permitted. 


Section 1.121(a)(2) as proposed requires that all amendments 
to the claims be presented as totally rewritten claims. Any 
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rewriting of a claim will be construed as a direction to cancel 
the previous version of the claim. See In re Byers, 230 F.2d 
451, 455, 109 USPQ 53, 55 (CCPA 1956) (amendment of a 
claim by inclusion of an additional limitation had exactly the 
same effect as if the claim as originally presented had been 
canceled and replaced by a new claim). The new (or rewritten) 
claim must be submitted in clean form with no markings 
showing the changes which have been made. A marked-up 
version of any amended claim must be submitted on pages 
separate from the amendment showing the changes which have 
been made by way of brackets (for deleted matter) and under- 
lining (for added matter), or by any other suitable method of 
comparison, in order to clearly indicate the changes made by 
the amendment in a form that will assist the examiner in the 
examination process. 


Section 1.121(a)(3) is proposed to be amended to clarify the 
requirements for amending figures of drawing in an application. 
A sketch showing changes in red must be filed for approval 
by the examiner before new drawings in compliance with § 
1.84 can be filed. 


Sections 1.121(a)(5) and (a)(6) will be redesignated without 
change as new § 1.121(a)(4) and (a)(5). 


Section 1.121(b) is proposed to be amended to transfer the- 
provisions for amending reissue applications to § 1.173 (see 
discussion of § 1.173). Section 1.121(b) is specifically proposed 
to simply include a reference to § 1.173 for amendment of 
reissue applications. 


Most of the comments received were in support of the pro- 
posed change to amendment practice. Some criticisms and 
suggestions are addressed below. 


Comment: A concern was raised by a number of commenters 
that replacement paragraphs would make the identification of 
changes more obscure than the present system of using brack- 
eting and underlining, would place an extra burden on prac- 
titioners and their staffs, and would work against reducing paper 
submissions if applicants were required to submit marked-up 
copies of the desired changes. 


Response: The proposed replacement paragraph requirement 
is necessary to facilitate the publication of patents more expedi- 
tiously and with fewer errors. The Office’s goal is to eliminate 
the use of red ink and bracketing/underlining in the amendment 
of patent applications, since OCR techniques now employed in 
the preparation of patents for publication can best accommodate 
‘clean copy’’ insertions of amended subject matter. 


The submission of marked-up copies would, for a time, 
increase file size but would provide the examiner with an 
easy way to compare the most recent amendments with earlier 
versions in the application files. While it may be possible for 
examiners to compare the clean copy with the previous version 
in order to detect changes, in the interest of reduced cycle time, 
a review of a marked-up copy of an amendment has been 
determined to be most effective in the examination process. The 
proposed requirements would provide the needed comparative 
basis (for paper copies) during the transition phase into an 
EFW environment. 


Comment: A number of comments were received which 
expressed concern about the harmonization of the Office’s 
amendment requirements with those of PCT and/or other for- 
eign countries. 


Response: While PCT practice currently provides for the 
use of replacement pages, it appears that paragraph or section 
replacement is being considered worldwide as electronic filing 
requirements are being developed. Both the JPO and the EPO 
currently employ paragraph numbering in their application 
requirements and publication procedures. No other patent 
examining authority has yet developed procedures for transi- 
tioning into electronic filing and practice. 


Comment: Several comments received questioned the ability 
of word processing software to handle paragraph numbering 
and renumbering without extensive clerical intervention. 
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Response: The objective of the proposed amendment practice 
and the concept of paragraph numbering is to easily identify 
a paragraph in the specification and to not disturb the numbering 
of the paragraphs preceding and following the amendments/ 
insertions. It is being concurrently proposed that § 1.52 provide 
for paragraph numbering according to a four digit Arabic 
humeral arrangement enclosed in bold brackets to be placed 
at the beginning of each paragraph immediately to the right of 
the left margin, and followed by approximately four spaces, 
before beginning the paragraph text (e.g., [0071]). If, according 
to the proposed changes to § 1.121, for example, paragraph 
[0071] is to be replaced, another paragraph of the same number 
should be inserted in its place. If several paragraphs are to 
replace a single deleted paragraph, [0071] should, for example, 
be replaced by [0071], [0071.1], and [0071.2]. The ability of 
word processing software to renumber the remaining para- 
graphs should not be necessary. 


Comment: Several comments suggested identifying the 
replacement paragraphs by page number and line number, or 
through the use of replacement pages. 


Response: The proposed changes to § 1.121 are intended, 
in part, to serve the Office and its customers during a transition 
into an EFW environment. Accordingly, paragraph replacement 
via paragraph numbering will most effectively achieve the 
desired results. Identification of paragraphs by page and line 
number does not consistently and uniformly refer to the same 
section of the specification due to formatting and pagination 
differences among various word processing programs. 


Comment: Several comments received suggested that the 
Office more aggressively pursue total electronic filing. 


Response: A total EFW environment is still several years 
away. The proposed changes must be workable during a transi- 
tion into electronic filing, and, at the same time, serve all 
customers adequately, including those not yet able to adapt to 
word processing and advanced computer techniques. 


Section 1.125: Section 1.125(b)(2) is proposed to be amended 
to require that all the changes to the specification (rather than 
simply all additions and deletions) be shown in a marked-up 
copy. Section 1.125(b)(2) is also proposed to be amended to 
provide that numbering the paragraphs of the specification of 
record is not considered a change that must be shown. Thus, 
the marked-up copy of the substitute specification need not 
show the numbering the paragraphs of the specification of 
record, and no marked-up copy of the substitute specification 
is required if the only change is numbering of the paragraph 
of the specification of record. Section 1.125(c) is proposed to 
be amended to encourage that the paragraphs of any substitute 
specification be numbered in a manner consistent with § 
1.52(b)(6). 


Section 1.131: The heading of § 1.131 is proposed to be 
amended to clarify that it applies to overcoming other activities 
in addition to cited patents or publication. Section 1.131(a) is 
proposed to be amended for simplicity. 


Section 1.131(a) is specifically proposed to be amended to 
provide that when any claim of an application or a patent under 
reexaminationis rejected, the inventor of the subject matter of 
the rejected claim, the owner of the patent under reexamination, 
or the party qualified under §§ 1.42, 1.43, or 1.47, may submit 
an appropriate oath or declaration to establish invention of the 
subject matter of the rejected claim prior to the effective date 
of the reference or activity on which the rejection is based. 
Section 1.131(a) as proposed would eliminate the provisions 
that specify which bases for rejection must be applicable for 
§ 1.131 to apply. Instead, the approach would be that § 1.131 
is applicable unless the rejection is based upon a U.S. patent 
to another or others which claims the same patentable invention 
as defined in § 1.601(n) or a statutory bar. This avoids the 
situation in which the basis for rejection is not a statutory bar 
(under 35 U.S.C. 102(a) based upon prior use by others in the 
United States) and should be capable of being antedated, but 
the rejection is not specified as a basis for rejection that must 
be applicable for § 1.131 to apply. 
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Section 1.131(a) is also proposed to be amended to provide 
that the effective date of a U.S. patent is the date that such 
U.S. patent is effective as a reference under 35 U.S.C. 102(e). 
MPEP 2136.03 provides a general discussion of the date a 
US. patent is effective as a reference under 35 U.S.C. 102(e). 
Finally, § 1.131(a) is proposed to be amended to provide that 
prior invention may not be established under § 1.131 if either: 
(1) The rejection is based upon a U.S. patent to another or 
others which claims the same patentable invention as defined 
in § 1.601(n); or (2) the rejection is based upon a statutory 
bar. 


Section 1.132: Section 1.132 is proposed to be amended to 
eliminate the provisions that specify which bases for rejection 
must be applicable for § 1.132 to apply. Instead, the approach 
would be that § 1.132 is applicable unless the rejection is based 
upon a U.S. patent to another or others which claims the same 
patentable invention as defined in § 1.601(n). Section 1.132 is 
specifically proposed to be amended to state that: (1) when 
any claim of an application or a patent under reexamination is 
rejected or objected to, an oath or declaration may be submitted 
to traverse the rejection or objection; and (2) an oath or declara- 
tion may not be submitted under this section to traverse a 
rejection if the rejection is based upon a U.S. patent to another 
or others which claims the same patentable invention as defined 
in § 1.601(n). 


Sections 1.131 and 1.132 are procedural in nature that they 
provide mechanisms for the submission of evidence to antedate 
or otherwise traverse a rejection; however, they do not address 
the substantive effect of the submission of such evidence on 
the objection or rejection at issue. See, e.g., In re Zletz, 893 
F.2d 319, 322-33, 13 USPQ2d 1320, 1322-23 (Fed. Cir. 1990)(§ 
1.131 provides an ex parte mechanism whereby a patent appli- 
cant may antedate subject matter in a reference); Newell Cos. 
v. Kenney Mfg., 864 F.2d 757, 768-69, 9 USPQ2d 1417, 1426- 
27 (Fed. Cir. 1988) (the mere submission of evidence under § 
1.132 does not mandate a conclusion of patentability). An 
applicant’s compliance with §§ 1.131 or 1.132 means that 


the applicant is entitled to have the evidence considered in 
determining the patentability of the claim(s) at issue. It does 
not mean that the applicant is entitled as a matter of right to 
have the rejection or objection of the claim(s) withdrawn. 


Section 1.133: Section 1.133(a) is proposed to be amended 
to provide that interviews must be conducted on ‘*Office prem- 
ises’’ (rather than ‘‘in the examiner’s rooms’’). The purpose 
of this proposed change is to account for interviews conducted 
in conference rooms or by video conference. 


Section 1.136: Section 1.136(c) is proposed to be added 
to provide that if an applicant is notified in a ‘‘Notice of 
Allowability’’ that an application is otherwise in condition for 
allowance, the following time periods are not extendable if set 
in the ‘‘Notice of Allowability’’ or in an Office action having 
a mail date on or after the mail date of the ‘‘Notice of Allow- 
ability’’: (1) The period for submitting an oath or declaration 
in compliance with § 1.63; (2) the period for submitting formal 
drawings set under § 1.85(c); and (3) the period for making a 
deposit set under § 1.809(c). See discussion of the change to 
§ 1.85(c). 


Section 1.137: Section 1.137(c) is proposed to be amended 
to provide that any petition under § 1.137 in either a utility or 
plant application filed before June 8, 1995, must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted there one quivalent to the lesser of: (1) The 
period of abandonment of the application; or (2) the period 
extending beyond twenty years from the date on which the 
application for the patent was filed in the United States or, if 
the application contains a specific reference to an earlier filed 
application(s) under 35 U.S.C. 120, 121, or 365(c), from the 
date on which the earliest such application was filed. This 
proposed change will further harmonize effective treatment 
under the patent term provisions of 35 U.S.C. 154(b) and (c) 
of utility and plant applications filed before June 8, 1995, with 
utility and plant applications filed on or after June 8, 1995. 
Section 1.137(c) is also proposed to provide that its terminal 
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disclaimer requirement does not apply to applications for which 
revival is sought solely for purposes of copendency with a 
utility or plant application filed on or after June 8, 1995, or to 
lapsed patents. 


Section 1.138: Section 1.138 is proposed to be amended 
to clarify the signature requirement for a letter (or written 
declaration) of express abandonment. Section 1.138(a) is pro- 
posed to provide that: (1) An application may be expressly 
abandoned by filing in the Patent and Trademark Office a 
written declaration of abandonment identifying the application; 
and (2) express abandonment of the application may not be 
recognized by the Office unless it is actually received by appro- 
priate officials in time to act thereon before the date of issue. 
Section 1.138(b) is proposed to provide that a written declara- 
tion of abandonment must be signed by a party authorized 
under § 1.33(b)(1), (b)(3), or (b)(4) to sign a paper in the 
application, except that a registered attorney or agent not of 
record who acts in a representative capacity under the provisions 
of § 1.34(a) when filing a continuing application may expressly 
abandon the prior application as of the filing date granted to 
the continuing application. 


Section 1.152: Section 1.152 is proposed to be revised to be 
consistent with the proposed changes to § 1.84 (deletion of the 
petition requirement for color photographs and color drawings). 
Section 1.152 was amended in 1997 to clarify Office practice 
that details disclosed in the drawings or photographs filed with 
a design application are considered to be an integral part of 
the disclosed and claimed design, unless disclaimed. See 
Changes to Patent Practice and Procedure, Final Rule Notice, 
62 FR 53131, 53164 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63, 91 (October 21, 1997). A recent decision by the 
Federal Circuit, however, has called this practice into question. 
See In re Daniels, 144 F.3d 1452, 46 USPQ2d 1788 (Fed. Cir. 
1998), rev’g, Ex parte Daniels, 40 USPQ2d 1394 (BPAI 1996). 
Accordingly, the Office is proposing to amend § 1.152 to 
eliminate these provisions. See Removal of Surface Treatment 
From Design Drawings Permitted, Notice, 1217 Off. Gaz. Pat. 
Office 19 (December 1, 1998). 


Section 1.154: Section 1.154(a) is proposed to be separated 
into §§ 1.154(a) and 1.154(b) and the material clarified. The 
order of the papers in a design patent application, including 
the proposed application data sheet (see § 1.76), is proposed 
to be listed in§ 1.154(a). The order of the sections in the 
specification of a design patent application is proposed to be 
listed in § 1.154(b). New § 1.154(c) corresponds to § 1.77(c) 
and provides that the section heading should be in uppercase 
letters without underlining or bold type. 


Section 1.155: Current § 1.155 is proposed to be eliminated 
as being unnecessarily duplicative of the provisions of §§ 
1.311(a) and 1.316, which apply to the issuance of all patents, 
including designs. In its place, proposed § 1.155 is proposed 
to be redrafted to establish a procedure to create a ‘‘rocket 
docket’’ for design applications. The procedure will be avail- 
able to all design applicants who first conduct a preliminary 
examination search and file a request for expedited treatment 
accompanied by a fee commensurate with the Office cost of 
the expedited treatment and handling (§ 1.17(t)). The Office will 
require a statement that a preexamination search was conducted 
which must also indicate the field of search and include an 
information disclosure statement in compliance with § 1.98. 
Formal drawings in compliance with § 1.84 are required. The 
applications will be individually examined with priority and 
the clerical processing will be conducted and/or monitored by 
specially designated personnel to achieve expeditious pro- 
cessing through initial application processing and the Design 
Examining Group. The Office will not examine an application 
that is not in condition for examination even if the applicant 
files a request for expedited examination under this section. 
The requirements announced in the Advance Notice relating 
to constructive election of the first presented invention have 
been dropped. 


General Comments 


Of the comments received in response to the proposal to 
creating a ‘‘Rocket Docket’’ for design applications, most of 
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the comments generally favored the proposal, by roughly a 
two-to-one margin. 


Comment: One commenter opined that the ‘‘ultra expedited”’ 
procedure is a much needed avenue for patentees concerned 
with the design and marketing of seasonal, high volume con- 
sumer goods and that the procedure would attract new cus- 
tomers and fulfill a critical need in many industries for patent 
protection to stop infringement and todeter would-be infringers. 
Moreover, the commenter opined that recent court interpreta- 
tions of the marking provisions require patented products to 
be marked with the patent number no matter what monetary- 
remedy the patentee pursues and that having all of the products 
marked with the patent number will maximize a patentee’s 
protection by synchronizing protection with the retail market 
launch. 


Response: The Office envisions that these provisions will 
fulfill a particular need by affording rapid design protection 
on an expedited basis so that designs may be readily patented 
and marked with a patent number before marketing. At the 
same time, a fee will be charged to recoup estimated expected 
costs incurred by the Office. 


Comment: Two comments opposed the idea of giving one 
applicant priority over others based on a fee, or the opportunity 
to ‘‘buy a place in line,”’ further reasoning that the granting 
of priority should be based on need. 


Response: The applicant is not buying a place in line, but 
instead is merely compensating for the extra costs for expediting 
the examination of the design applications. Also, if priority were 
to be granted based upon need, a petition would be required to 
determine whether the standards for awarding priority had been 
met. By eliminating the determination of a petition (which is 
required to determine need or compliance in Petitions to Make 
Special), the significant time required to make the determination 
is eliminated. 


Comment: Another comment stated that the fee was unjusti- 
fied in view of the fact that the current ‘‘Petition to Make 
Special’ is available at a reduced fee. 


Response: Although the current system of making cases 
special by petition fulfills the needs of some applicants, an 
additional expedited process is necessary for a quicker, stream- 
lined filing-to-issuance procedure that does not involve the 
lengthy process of deciding a petition based upon need or some 
other type of showing. Moreover, the Petition to Make Special 
procedure requires a petition to be decided once the application 
reaches the Design Group, whereas the expedited procedure is 
instituted once the fee is paid and the application is ready 
for examination. Further, the ‘*Petition to Make Special’’ will 
continue to be made available. Although the § 1.155 expedited 
examination is more costly, the cost is warranted due to more 
comprehensive expedited procedures to reduce processing time. 


Comment: One commenter also suggested that if the Office 
procedure for dealing with a petition to make special is too 
complex, then the answer should be to simplify the Petition to 
Make Special procedure. 


Response: The Petition to Make Special procedures are 
adopted for treating a variety of types of cases for which a 
determination must be made as to whether the subject matter 
qualifies under the procedure; e.g., whether *‘the invention will 
materially enhance the quality of the environment.’’ On the 
other hand, the expedited procedure of § 1.155 is an entirely 
different rule which is fee-based and which may be readily 
decided as part of a clerical function, thereby reducing pro- 
cessing time and costs since the application does not need to 
be reviewed by a high level official. 


Comment: Two comments were directed to the amount of 
time the examiners spend on the searching of design applica- 
tions. One commenter was alarmed by the belief that design 
applications were examined in groups of ten or twenty and 
questioned the fairness of not examining the application in the 
order of filing and of delaying examination until a group is 
filled. The same commenter reasoned that design applications 
are easy to search and therefore hiring additional design applica- 
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tions examiners should allow each design application to be 
examined in the order of filing. The same commenter postulated 
that applicants should not have to pay a surcharge and perform 
their own search in order to obtain the examination for which 
they have already paid. Another commenter stated that the 
examiners will require additional time for searching expedited 
cases. 


Response: Only the search phase of the examination of design 
applications is conducted in groups. Generally, the remainder 
of the examination process is done individually, unless the 
subject matter is so close as to involve double patenting. How- 
ever, the most time consuming part of the design patent applica- 
tion examination is thesearch for prior art. Unlike the utility 
patent examiner, the design examiner is not concerned about 
claim language, but is focusing on visual characteristics that 
can be readily evaluated and searched. To employ economies 
of scale, searching is best done in groups. Generally, the size of 
group depends on the clustering of filing dates and similarities in 
subject matter. Cases are not delayed since design examiners 
are required to work on the ‘‘oldest-date’’ case. Moreover, 
even though a group search may be conducted, the examination 
is done in order of filing and the cases are not delayed to fill 
a group. Typically, the examiner picks the oldest date case 
for examination and then tries to create a group of design 
applications with similar subject matter for efficiency in 
searching. As to the comment directed to increasing the number 
of examiners, to dramatically increase the number of examiners 
might result in less efficiency due to overlapping subject matter 
and is not necessarily an option available based on Office 
priorities and budget. As to the comment regarding the payment 
of a ‘‘surcharge,’’ this is to cover the costs associated with 
expediting the search. It is recognized that more time is required 
to search cases individually than that required if the searching 
is done in groups. As to the requirement of a search performed 
by the applicant, this will not only enhance the quality of the 
search but also ensure that applicant is prudently filing for 
expedited status and making an informed choice. As to the 
impact of the processing time for expedited cases on those 
regularly filed, enough resources are being provided so that 
the handling of expedited cases will not influence the examina- 
tion of other cases. 


Comment: Two comments suggested that the concept be 
extended to both utility and design applications. 


Response: This suggestion is not being adopted at this time, 
since due to limited resources, the idea is best limited to design 
applications where due to the relative ease of copying, there 
is often a need for rapid patent protection. 


Comment: One comment supported the measure but asked 
for a quid-pro-quo short time goal of four months. 


Response: The Design Group has indicated that they will 
set as an objective three months cycle-time for examination 
and one month cycle-time for printing and guidelines for the 
program shall be explained to the public in the MPEP. 


Comment: One comment stated there was no need for an 
expedited procedure since design applications ‘‘are being 
examined as of late relatively quickly.”’ 


Response: Nonetheless, the proposal is responsive to public 
need for those applicants who are willing to pay an increased, 
cost-offsetting fee in view of the benefits arising from further 
decreases in patent prosecution time. 


Comment: A few comments stated in opposition to the pro- 
posal that the best solution is to hire more examiners. 


Response: Although additional manpower conceivably 
would reduce cycle time, the Office faces certain constraints 
on its ability to hire more examiners and it must utilize its 
resources as best it can in order to meet all of the Office’s 
goals. 


Comment: Several comments supportive in concept also had 
specific recommendations for streamlining the application pro- 
cess, including prepayment or preauthorization of the issue fee, 
and faxing and/or telephoning all communications. 
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Response: As to the prepayment or preauthorization of the 
issue fee, this suggestion is not being adopted for reasons 
similar to those presented in conjunction with the proposal to 
eliminate preauthorization of payment of the issue fee (§ 1.311). 
As to making all communications by facsimile or phone, this 
will be encouraged where practicable and when the applicant’s 
representative supplies a facsimile number. Multiple references, 
however, may prove too cumbersome for transmission by fac- 
simile. 


Comment: One comment suggested that automatic refunds 
be given if short time goals were not met and that a ‘*Public 
Advisory Committee’’ be established to monitor progress and 
to be a point of contact for suggestions from the public. 


Response: The suggestion as to automatic refunds is not 
being adopted in view of the unpredictability of unforeseen 
circumstances which might justify the failure to achieve the 
goal as well as lack of statutory authority to give a refund 
because a processing goal is not met in time. As to the ‘‘Public 
Advisory Committee,’’ the Office does not foresee the need 
for such a committee, and the most practical point of contact 
would be with the design group itself, which is always open 
to suggestions from the public. 


Section 1.163: Section 1.163(b) is proposed to be eliminated 
to delete the requirement for two copies of the specification 
for consistency with the current Office practice. See Interim 
Waiver of 37 C.F.R. § 1.163(b) for Two Copies of a Specifica- 
tion of an Application for a Plant Patent, Notice, 1213 Off. 
Gaz. Pat. Office 109 (August 4, 1998). Section 1.163(c) is 
proposed to be separated into §§ 1.163(b) and 1.163(c). The 
order of the papers in a plant patent application, including the 
proposed application data sheet (see § 1.76) is proposed to be 
listed in § 1.163(b). The order of the sections in the specification 
of a plant patent application is proposed to be listed in § 
1.163(c). New § 1.163(d) corresponds to § 1.77(c) and provides 
that the section headings should be in uppercase letters without 
underlining or bold type. 


New sections 1.163(c)(4) and 1.163(c)(5) require the plant 
patent applicant to state the Latin name and the variety denomi- 
nation for the plant claimed. The Latin name and the variety 
denomination of the claimed plant are usually included in the 
specification of the plant patent application. The Office, pur- 
suant to the ‘‘International Convention for the Protection of 
New Varieties of Plants’’ (generally known by its French 
acronym as the UPOV convention), has been asked to compile 
a database of the plants patented and the database must include 
the Latin name and the variety denomination of each patented 
plant. Having this information in separate sections of the plant 
patent application will make the process of compiling this 
database more efficient. 


Current §§ 1.163(c)(5) through 1.163(c)(10) are proposed to 
be redesignated §§ 1.163(c)(6) through 1.163 (c)(11), respect- 
fully. 


Section 1.163(c)(14) and 1.163(d) are proposed to be elimi- 
nated to delete the reference to a plant patent color coding 
sheet. The colorcodes and the color coding system are generally 
included in the specification. Repeating the color coding infor- 
mation in a color coding sheet increases the risk of error and 
inconsistencies. 


Section 1.173: The proposed changes to § 1.173 regarding- 
identifying all occurrences of claim broadening in a reissue 
application, which were published in the Advance Notice 
(Topic 16), have been dropped in view of comments received. 
A number of comments were directed to the undue burden 
which the rule change would place on applicants and the poten- 
tial for future issues in litigation re § 1.56 violations. 


It is now being proposed that § 1.173 be amended to consoli- 
date the requirements for the filing of reissue applications cur- 
rently in § 1.173, the requirements for amending reissue 
applications currently in § 1.121, and the requirements for 
reissue drawings, currently in § 1.174. It is proposed that § 
1.174 be eliminated as the requirements for filing drawings 
would be moved to § 1.173. The proposed language consoli- 
dates many procedural and formal requirements for reissue 
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applications into a single section. Paragraphs for separate items 
within this section have been proposed, in order to set forth 
the requirements for the specification, claims and drawings in 
a format which is clearer and easier to understand. 


The title § 1.173 is proposed to be changed to ‘‘Reissue 
specification, drawings, and amendments’’ to more aptly 
describe the inclusion of all filing and amendment requirements 
for the specification, including the claims, and the drawings 
of reissue applications in a single section. 


Section 1.173(a), as proposed, sets forth the current require- 
mentsfor the contents of a reissue application at filing, and the 
existing prohibition against new matter in a reissue application. 


It is proposed in § 1.173(a)(1) to now require that the specifi- 
cation, including the claims, be furnished in the form of a 
copy of the printed patent with a single column of the patent 
appearing on each individual page of the specification of the 
reissue application. This format for submitting a reissue applica- 
tion is currently set out in MPEP 1411. Paragraph (a)(1) would 
also provide that amendments made to the specification at filing 
must be made according to paragraph (b) of this section. 


Proposed paragraph (a)(2) of § 1.173 sets forth the require- 
mentsfor the drawings at the time the reissue application is 
filed. If clean copies (i.e., good quality photocopies free of any 
extraneous markings) of the drawings from the original patent 
are supplied by applicant at the time of filing the application 
and the copies meet the requirements of § 1.84, no further 
(formal) drawings would be required. The current provision of 
§ 1.174 requiring temporary drawings would be eliminated in 
view of this proposed change to § 1.173. The Office will 
be able to print a reissue patent using clean copies of the 
patentdrawings. How changes to the patent drawings may be 
made at the time of filing of the reissue application, or during 
the prosecution, would now be specifically set forth and must 
be made in accordance with the requirements of proposed para- 
graph (b)(3) of this section (which are essentially the require- 
ments of current § 1.121(b)(3)(i) and (ii)). If applicant has 
failed to provide clean copies of the patent drawings, or if 
changes are made to the drawings during the reissue prose- 
cution, drawings in compliance with § 1.84 would continue to 
be required at the time of allowance. It is also proposed to 
eliminate the practice of transferring drawings from the patent 
file since clean copies of patent drawings will be acceptable 
for use in the printing of the reissue patent. 


Section 1.173(b), as proposed, now sets out that amendments 
in a reissue application made at the time of filing may be made 
either by physically incorporating the amendments within the 
body of the specification (including the claims) as filed, or by 
a preliminary amendment (separate paper). 


Paragraphs (b)(1) and (b)(2) of § 1.173 incorporate the pro- 
visions of current § 1.121(b)(1) and (b)(2) as to the manner of 
amending the specification and claims, respectively. 


Proposed § 1.173(b)(3) would incorporate the provisions 
currently set forth in § 1.121(b)(3) as to amending reissue 
drawings. 


Paragraph (c) of § 1.173, as proposed, would now require, 
that whenever an amendment is made to the claims, either at 
the time of filing or during the prosecution, the amendment 
must be accompanied by a statement as to the status of all 
patent claims and all added claims, and an explanation as to 
the support in the disclosure for any concurrently made changes 
to the claims. 


Paragraph (d), as proposed, would incorporate the provisions- 
currently set forth in § 1.121(b)(1)(iii) and (b)(2)(i)(C) as to 
how changes in reissue applications are shown in the specifica- 
tion and claims, respectively. 


Paragraphs (e), (f) and (g), as proposed, merely reiterate 
requirements for retaining original claim numbering, amending 
the disclosure when required, and making amendments relative 
to the original patent, as are set out currently in § 1.121(b)(2)(B), 
(b)(4), and (b)(6), respectively. 
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The current requirement of § 1.121(b)(5) prohibiting enlar- 
ging the scope of the claims more than two years after the 
patent grant has been eliminated from proposed § 1.173 as 
being redundant to existing statutory language in 35 U.S.C. 
251. 


Section 1.174: It is proposed that § 1.174 be eliminated (and 
reserved) in view of the inclusion of all filing and amendment 
requirements for reissue drawings into proposed § 1.173. Thus, 
in addition to the reissue filing requirements of current § 1.173, 
the reissue amendment requirements of current § 1.121(b) and 
the reissue drawing requirements of current § 1.174 would all 
be included in a single rule, proposed § 1.173. The proposed 
changes consolidating several current rules into a single section 
should make all reissue filing and amendment requirements 
quicker to locate and easier to understand. 


Section 1.176: Section 1.176 is proposed to be amended to 
eliminate the prohibition against requiring division in a reissue 
application. The Federal Circuit has indicated that 35 U.S.C. 
251 does not, under certain circumstances, prohibit an applicant 
in a reissue application from adding claims directed to an 
invention which is separate and distinct from the invention 
defined by the original patent claims. See In re Amos, 953 
F.2d 613, 21 USPQ2d 1271 (Fed. Cir. 1991). Section 1.176, 
however, presently prohibits the Office from making a restric- 
tion requirement in a reissue application. This prohibition in 
§ 1.176, in combination with the Federal Circuit’s decision in 
Amos, frequently places an unreasonable burden on the Office 
in requiring the examination of multiple inventions in a single 
reissue application. 


Section 1.176 as proposed would allow the Office to make 
a restriction requirement in a reissue application between claims 
added in a reissue application and the original patent claims, 
where the added claims are directed to an invention which is 
separate and distinct from the invention(s) defined by the orig- 
inal patent claims. The criteria for making a restriction require- 
ment in a reissue application between added claims and original 
claims would be the same as that applied in an original applica- 
tion. See MPEP 806 through 806.05(i). See the discussion of 
§ 1.177 concerning the proposed treatment of multiple reissue 
applications and procedures following a restriction requirement 
in a reissue. 


The Office would continue to not require restriction among 
original claims of the patent (i.e., among claims that were in 
the patent prior to filing the reissue application). In order for 
restriction to be required between the original patent claims 
and added claims, the added claims must be directed toward 
inventions which are separate and distinct from the invention(s) 
defined by the original patent claims. Restriction between mul- 
tiple inventions in the added claims would also be possible 
provided the added claims are drawn to several separate and 
distinct inventions. 


The changes being considered are not intended to affect the 
type of errors that are or are not appropriate for correction 
under 35 U.S.C. 251 (e.g., applicant’s failure to timely file a 
divisional application is not considered to be the type of error 
that can be corrected by a reissue). See In re Watkinson, 900 
F.2d 230, 14 USPQ2d 1407 (Fed. Cir. 1990); In re Mead, 581 
F.2d 251, 198 USPQ 412 (CCPA 1978); and Jn re Orita, 550 
F.2d 1277, 193 USPQ 145 (CCPA 1977). 


Section 1.11(b) currently exempts reissue continued prose- 
cution applications (CPAs) under § 1.53(d) from the announce- 
ment of reissue filing in the Official Gazette. The proposed 
language of § 1.176(b) further clarifies that the examination 
of a CPA reissue is not subject to a two-month examination 
delay following its filing. 


Section 1.177: It is proposed that § 1.177 be modified to 
eliminate current requirements that divisional reissues be lim- 
ited to separate and distinct parts of the thing patented, and 
that they be issued simultaneously unless ordered by the Com- 
missioner. It is proposed that the rule be expanded to include 
continuations of reissues as well as divisionals. As a result of 
comments received following publication in the Advance 
Notice (Topic 17), none of which were opposed to the proposed 
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changes to § 1.177, the Office is moving forward with the 
changes proposed. 


The Federal Circuit has indicated that 35 U.S.C. 251, 2, 
does not place stricter limitations on the filing of continuation 
or divisional reissue applications than is placed by 35 U.S.C. 
120 and 121 on the filing of continuation or divisional non- 
reissue applications. See In re Graff, 111 F.3d 874, 876, 42 
USPQ2d 1471, 1473 (Fed. Cir. 1997). The Federal Circuit 
specifically stated: 


* * * [35 U.S.C. 251, ¥ 3,] provides that the general rules for 
patent applications apply also to reissue applications, and [35 
U.S.C. 251, ¥ 2,] expressly recognizes that there may be more 
than one reissue patent for distinct and separate parts of the 
thingpatented. [35 U.S.C. 251] does not prohibit divisional or 
continuation reissue applications, and does not place stricter 
limitations on such applications when they are presented by 
reissue, provided of course that the statutory requirements spe- 
cific to reissue applications are met. See [35 U.S.C. 251, 4 3]. 


* * * [35 U.S.C. 251, | 2,] is plainly intended as enabling, 
not limiting. [35 U.S.C. 251, 4 2,] has the effect of assuring 
that a different burden is not placed on divisional or continuation 
reissue applications, compared with divisions and continuations 
of original applications, by codifying [The Corn-Planter Patent, 
90 U.S. 181 (1874),] which recognized that more than one 
patent can result from a reissue proceeding. Thus, [35 U.S.C. 
251, ¥ 2,] places no greater burden on [a] continuation reissue 
application than upon a continuation of an original application; 
(35 U.S.C. 251, ¥ 2,] neither overrides, enlarges, nor limits the 
statement in [35 U.S.C. 251, 4 3,] that the provisions of Title 
35 apply to reissues. 


Graff, 111 F.3d at 876-77, 42 USPQ2d at 1473. Thus, the 
Federal Circuit has indicated that a continuation or divisional 
reissue application is not subject to any greater burden other 
than the burden imposed by 35 U.S.C. 120 and 121 on a 
continuation or divisional non-reissue application, except that a 
continuation or divisional reissue application must also comply 
with the statutory requirements specific to reissue applications 
(e.g., the ‘‘error without any deceptive intention’ requirement 
of 35 U.S.C. 251, { 1). 


Following Graff, the Office has adopted a policy of treating 
continuations/divisionals of reissue applications in much the 
same manner as continuations/divisionals of non-reissue appli- 
cations. Accordingly, it is proposed that the current require- 
ments of § 1.177 as to petitioning for non-simultaneous issuance 
of multiple reissues, suspending prosecution in an allowable 
reissue while the other is prosecuted, and limiting the content 
of each reissue to separate and distinct parts of the thing pat- 
ented, all be eliminated. These requirements are considered 
unique to reissue continuations/divisionals, impose additional 
burdens on reissue applicants, and are not consistent with the 
Federal Circuit’s discussion of 35 U.S.C. 251, ¥ 2, in Graff. 


It is proposed that § 1.177(a) be changed to require that all 
multiple reissue applications from a single patent include as 
the first line of the respective specifications a cross reference 
to the other reissue application(s). The statement would provide 
the public with notice that more than one reissue application 
has been filed to correct an error (or errors) in a single patent. 
If one reissue has already issued without the appropriate cross 
reference, a certificate of correction would be issued to provide 
the cross reference in the issued reissue. 


In § 1.177(b), it is proposed that all of the claims of the 
patent be presented in each application as amended, unamended 
or canceled, and that the same claim not be presented for 
examination in more than one application in its original 
unamended version. Any added claims would have to be num- 
bered beginning with the next highest number following the 
last patent claim. 


If the same or similar claims were presented in more than 
one of the multiple reissue applications, statutory double pat- 
enting (35 U.S.C. 101) or non-statutory (judicially created doc- 
trine) double patenting considerations would be given by the 
examiner during examination, and appropriate rejections made. 
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If needed to overcome the rejections, terminal disclaimers 
would be required in order to ensure common ownership of any 
non-distinct claims throughout each of the patents’ lifetimes. 


It is also being proposed concurrently that restriction between 
the original patent claims and any added claims to separate 
and distinct subject matter be permitted in reissue applications 
(see the proposed change to § 1.176). If one or more divisional 
applications are filed after such a restriction requirement, it 
is proposed in § 1.177(c) that the resulting multiple reissue 
applications would be issued alone or together, but each of the 
reissue applications would be required to include changes which 
correct an error in the original patent before it can be issued 
as a reissue patent. If one of the applications resulting from 
the restriction requirement was found to be allowable without 
any changes relative to the patent (i.e., it includes only all the 
original patent claims), further action would be suspended until 
one other reissue application was allowable; then, the two would 
be recombined and issued as a single reissue patent. If the 
several reissue applications resulting from the restriction each 
included changes correcting some error in the original patent, 
the reissue applications could be issued separately, with an 
appropriate cross-reference to the other(s) in each of the respec- 
tive specifications. 


Section 1.178: Section 1.178 is proposed to be amended to 
no longer require an offer to surrender the original patent at 
the time of filingas part of the reissue application filing require- 
ments. The inclusion of a sentence regarding the ‘‘offer’’ is 
frequently overlooked by reissue applicants at the time of filing 
and results in the Office sending out a Notice to File Missing 
Parts of Application (Missing Parts Notice). The time spent by 
the Office in preparing the Missing Parts Notice, the time 
needed by applicant to reply, and the further time needed by 
the Office to process applicant’s ‘‘offer’’ reply, can all be saved 
by the proposed change. The requirément for actual surrender 
of the original patent (or a “‘statement’’ of its loss, asset out 
below) before the reissue application is allowed, however, is 
retained. 


It is also proposed that § 1.178 be amended to change‘ ‘affi- 
davit or declaration’’ (attesting to the loss or inaccessibility of 
the original patent) to ‘‘statement.’’ This proposed change 
would eliminate the verification requirements of the current 
rule, which are formalities covered by §§ 1.4 and 10.18. This 
change is in conformance with other similar changes to the 
patent rules which were effective on December 1, 1997, to 
ease the verification requirements of applicants. See Changes 
to Patent Practice and Procedure, 62 FR at53175-78, 1203 Off. 
Gaz. Pat. Office at 100-03. 


Section 1.193: Section 1.193(b)(1) is proposed to be amended 
to provide that appellant may file a reply brief to an examiner’s 
answer “‘or a supplemental examiner’s answer.”’ The purpose 
of this proposed amendment is to clarify the current practice 
that the appellant may file a (or another) reply brief within two 
months of a supplemental examiner’s answer (§ 1.193), but 
the appellant must file any request for an oral hearing within 
two months of the examiner’s answer (§ 1.194). 


Section 1.303: Section 1.303(a) is proposed to be amended 
to add the phrase ‘“‘to an interference’’ between ‘‘any party”’ 
and ‘‘dissatisfied with the decision of the Board of Patent 
Appeals and Interferences”’ to correct an inadvertent omission. 


Section 1.311: Section 1.311(b) is proposed to be amended 
to provide that an authorization to charge the issue fee (§ 1.18) 
to a deposit account may be filed in an individual application 
only after mailing of the notice of allowance (PTOL-85) 


The suggestion of eliminating preauthorization of payment 
of the issue fee was discussed in Topic 19 of the Advance 
Notice and received a generally favorable response. Many 
patent attorneys stated that they considered preauthorization a 
dangerous practice that they would not use. Others thought that 
preauthorization was an important safety feature, and that the 
Office should fix the internal clerical problems which were 
motivating the change. 


After considering all of the comments, the Office has decided 
to go forward with the proposal to eliminate the ability of 
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applicants to preauthorize payment of the issue fee. Section 
1.311(b),-as currently written, causes problems for the Office 
that tend to increase Office processing time. The language used 
by applicants to authorize that fees be charged to a deposit 
account often varies from one application to another. As a 
result, conflicts arise between the Office and applicants as to 
the proper interpretation of authorizing language found in their 
applications. For example, some applicants are not aware that 
it is current Office policy to interpret broad language to ‘‘charge 
any additional fees which may be required at any time during 
the prosecution of the application’’ as authorization to charge 
the issue fee on applications filed on or after October 1, 1982. 
See Deposit Account Authorization to Charge Issue Fee, Notice 
1095 Off. Gaz. Pat. Office 44 (October 25, 1988), reprinted 
at 1206 Off. Gaz. Pat. Office 95 (January 6, 1998). 


Even when the language preauthorizing payment of the issue 
fee is clear, the preauthorization can present problems for both 
the Office and practitioners. One problem is because it may 
not be clear to the Office whether a preauthorization is still valid 
after the practitioner withdraws or the practitioner’s authority to 
act as a representative is revoked. If the Office charges the 
issue fee to the practitioner’s deposit account, the practitioner 
may have difficulty getting reimbursement from the prac- 
titioner’s former client. Another problem is that when the issue 
fee is actually charged at the time the notice of allowance is 
mailed, a notice to that effect is printed on the notice of allow- 
ance (PTOL-85) and applicant is given one month to submit/ 
return the PTOL-85B with information to be printed on the 
patent. Applicants are sometimes confused, however, by the 
usual three-month time period provided for paying the issue 
fee and do not, therefore, return the PTOL-85B until the end 
of the normal three-month period. As the Office does not wait 
for the PTOL-85B to be returned to begin electronic capture 
of the data to be printed as a patent, any PTOL-85B received 
more than a month after the issue fee has been paid may not 
be matched with the application file in time for the information 
thereon to be included on the patent. 


Clerical problems are not the main reason for proposing to 
eliminate the practice. The Office would like all of the informa- 
tion necessary for printing a patent to be in the application 
when the issuefee is paid. Thus, the Office is proposing to 
eliminate petitions under § 3.81(b), see below, and intends to 
no longer print any assignee data that is submitted after payment 
of the issue fee. As explained in the Advance Notice, it is not 
generally in applicant’s best interest to pay the issue fee at the 
time the notice of allowance is mailed, since it is much easier 
to have a necessary amendment or an information disclosure 
statement considered if filed before the issue fee is paid rather 
than after the issue fee is paid. See current § § 1.97 and 1.312(b). 
Also, once the issue fee has been paid, applicant’s window of 
opportunity for filing a continuing application is reduced and 
the applicant no longer has the option of filing a continuation 
or divisional application as a continued prosecution application 
(CPA) under § 1.53(d). See Patents to Issue More Quickly 
After Issue Fee Payment, 1220 Off. Gaz. Pat. Office at 42, and 
Filing of Continuing Applications, Amendments, or Petitions 
after Payment of Issue Fee, 1221 Off. Gaz. Pat. Office at 14. 
Many applicants find the time period between the mailing date 
of the notice of allowance and the due date for paying the issue 
fee useful for re-evaluating the scope of protection afforded 
by the allowed claim(s) and for deciding whether to pay the 
issue fee and/or to file one or more continuing applications. 


If prompt issuance of the patent is a high priority, after 
receipt of the notice of allowance applicant may promptly return 
the PTOL-85B (supplying any desired assignee and attorney 
information) and pay the issue fee. In this way, the Office 
will be able to process the payment of the issue fee and the 
information on the PTOL-85B as a part of a single processing 
step. Further, no time would be saved even if the issue fee was 
preauthorized for payment as the Office would still not have 
the assignee and attorney data which is taken from the PTOL- 
85B. Thus, it is not seen that the proposal to eliminate the 
preauthorization to pay the issue fee would have any adverse 
effects on our customers. 


Section 1.312: Section 1.312(a) is proposed to be amended 
to change ‘‘case’’ to “‘application’’ for clarity. Section 1.312(b) 
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is proposed to be amended to replace the required showing of 
good and sufficient reason of why the amendment is needed 
and was not earlier presented, to provide that any amendment 
pursuant to § 1.312 filed after the date the issue fee is paid 
must be accompanied by: (1) A petition under § 1.313(c)(1) 
to withdraw the application from issue; (2) an unequivocal 
statement that one or more claims are unpatentable; and (3) an 
explanation as to how the amendment is necessary to render 
such claim or claims patentable. The proposed change to § 
1.312(b) isnecessary because the change in the patent printing 
process (discussed above with respect to § 1.55) will dramati- 
cally reduce the period between the date of issue fee payment 
and the date a patent is issued. In view of the brief period 
between the date of issue fee payment and the date a patent is 
issued, the Office must limit amendments under§ 1.312 to 
those necessary to avoid the issuance of a patent containing 
an unpatentable claim or claims. Other amendments must be 
filed prior to payment of the issue fee (preferably within one 
month of the mailing of a notice of allowance), or be sought 
in a continuing application (see § 1.313(c)(2)) or by certificate 
of correction under 35 U.S.C. 255 and § 1.323. 


Section 1.313: Section 1.313(a) is proposed to be amended 
to provide that: (1) Applications may be withdrawn from issue 
for further action at the initiative of the Office or upon petition 
by the applicant; (2) to request that the Office withdraw an 
application from issue, the applicant must file a petition under 
this section including the fee set forth in § 1.17(h) and a 
showing of good and sufficient reasons why withdrawal of the 
application is necessary; and (3) if the Office withdraws the 
application from issue, the Office will issue a new notice of 
allowance if the Office again allows the application. The 
changes proposed to separate the language directed to actions 
by applicants and those actions by the Office are also proposed 
toincrease the clarity of the section. 


Section 1.313(b) is proposed to be amended to provide that 
once the issue fee has been paid, the Office will not withdraw 
the application from issue at its own initiative for any reason 
except: (1) a mistake on the part of the Office; (2) a violation 
of § 1.56 or illegality in the application; (3) unpatentability of 
one or more claims; or (4) for interference. Section 1.313(c) 
is proposed to provide that once theissue fee has been paid, 
the application will not be withdrawn from issue upon petition 
by the applicant for any reason except: (1) Unpatentability 
of one or more claims (see § 1.312(b)); or (2) for express 
abandonment (which express abandonment may be in favor of 
a continuing application). As discussed above, changes in the 
patent printing process will dramatically reduce the period 
between the date of issue fee payment and the date a patent is 
issued. The Office must streamline the provisions of current § 
1.313(b) or the Office will not be able to render decisions on 
such petitions before the application is issued as a patent. 


It is the Office’s experience that petitions under current § 
1.313(b) are rarely filed (and even more rarely granted) on the 
basis of: (1) A mistake on the part of the Office; (2) a violation 
of § 1.56 or illegality in the application; (3) unpatentability of 
one or more claims; or (4) for interference. Therefore, the 
Office is proposing to provide that the Office may withdraw 
applications from issue after payment of the issue fee at its 
own initiative for these bases, but limit petitions under current 
§ 1.313(b) (§ 1.313(c) as proposed) to: (1) unpatentability ofone 
or more claims; or (2) for express abandonment, (which express 
abandonment may be in favor of a continuing application). If 
a petition under § 1.313(c) filed on the basis of unpatentability 
of one or more claims (§ 1.313(c)(1)), that petition must (in 
addition to meeting the requirements of § 1.313(a)) be accompa- 
nied by an amendment (pursuant to § 1.312), an unequivocal 
statement that one or more claims are unpatentable, and an 
explanation as to how the amendment is necessary to render 
such claim or claims patentable. See discussion of § 1.312(b). 


Obviously, if an applicant believes that an application should 
be withdrawn from issue (after payment of the issue fee) on 
the basis of a mistake on the part of the Office, a violation of 
§ 1.56 or illegality in the application, or for interference, the 
applicant may contact the examiner and suggest that the exam- 
iner request the Group Director to withdraw the application 
from issue at the initiative of the Office. The applicant, however, 
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cannot insist that the Office withdraw an application from issue 
(after payment of the issue fee) for these reasons. 


Section 1.313(d) is proposed to provide that a petition under 
§ 1.313 will not be effective to withdraw the application from 
issue unless it is actually received and granted by the appropriate 
officials before the date of issue. Section 1.313(d) is also pro- 
posed to advise applicants that withdrawal of an application 
from issue after payment of the issue fee may not be effective to 
avoid publication of application information. While the Office 
takes reasonable steps to stop the publication and dissemination 
of application information (e.g., the patent document) once an 
application has been withdrawn from issue, withdrawal from 
issue after payment of the issue fee often occurs too late in the 
patent printing process to completely maintain the application in 
confidence. How much of the application information is actu- 
ally disseminated depends upon how close to the issue date 
the application is withdrawn from issue. The change in the 
patent printing process (discussed above with respect to § 1.55) 
will make it less likely that the Office can completely stop the 
publication and dissemination of application information in an 
application withdrawn from issue under § 1.313 after payment 
of the issue fee. 


Section 1.314: Section 1.314 is proposed to be amended to 
changethe reference to the fee set forth in “*§ 1.17(i)’” to the 
fee set forth in *‘§ 1.17(h).’’ This change is for consistency 
with the changes to § 1.17(h) and § 1.17(i). See discussion of 
changes to § 1.17(h) and § 1.17(i). 


Section 1.322: Section 1.322(a) is proposed to be amended to 
provide that: (1) The Office may issue a certificate of correction 
under the conditions specified in 35 U.S.C. 254 at the request 
of the patentee or the patentee’s assignee or at its own initiative; 
and (2) the Office will not issue such a certificate at its own 
initiative without first notifying the patentee (including any 
assignee of record) at the correspondence address of record 
and affording the patentee an opportunity to be heard. Section 
1.322 as proposed would continue to provide that if the request 
relates to a patent involved in an interference, the request must 
comply with the requirements of this section and be accompa- 
nied by a motion under § 1.635. The current language of § 
1.322(a) permits a third party request for a certificate for correc- 
tion (a party ‘‘not owning an interest in the patent’), which 
has led third parties to conclude that they have standing to 
demand that the Office issue, or refuse to issue, a certificate 
of correction. Third parties do not have standing to demand that 
the Office issue, or refuse to issue, a certificate of correction. See 
Hallmark Cards, Inc. v. Lehman, 959 F. Supp. 539, 543-44, 
42 USPQ2d 1134, 1138 (D.D.C. 1997). Since the burden on 
the Office caused by such third-party requests now outweighs 
the benefit such information provides to the Office, the Office 
is proposing to amend § 1.322 such that a certificate of correc- 
tion will be issued only at the request of the patentee or at the 
initiative of the Office. 


Section 1.323: Section 1.323 is proposed to be amended to 
provide that the Office may issue a certificate of correction 
under the conditions specified in 35 U.S.C. 255 at the request 
of the patentee or the patentee’s assignee, upon payment of 
the fee set forth in § 1.20(a). The language from 35 U.S.C. 
255 currently in § 1.323 that provides the specific conditions 
under which a certificate of correction under § 1.323 will be 
issued is proposed to be eliminated for consistency with § 1.322 
and because it is redundant to repeat the language of the statute 
in the rule. Section 1.323 as proposed would continue to provide 
that if the request relates to a patent involved in an interference, 
the request must comply with the requirements of this section 
and be accompanied by a motion under § 1.635. 


Section 1.324: Section 1.324 would have the title revised to 
reference the statutory basis for the rule, 35 U.S.C. 256. It is 
particularly important to recognize that 35 U.S.C. 256, the 
statutory basis for corrections of inventorship in patents under 
§ 1.324, is stricter than 35 U.S.C. 116, the statutory basis for 
corrections of inventorship in applications under § 1.48. 35 
U.S.C. 256 requires ‘‘on application of all the parties and 
assignees,’ while 35 U.S.C. 116 does not have the same 
requirement. Thus, the flexibility under 35 U.S.C. 116, and § 
1.48, wherein waiver requests under § 1.183 may be submitted 
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(e.g., MPEP 201.03, page 200-6, Statement of Lack of Decep- 
tive Intention), is not possible under 35 U.S.C. 256, and § 
1.324. 


Section 1.324(b)(1) would be revised to eliminate the require- 
ment for a statement from an inventor being deleted stating 
that the inventorship error occurred without deceptive intent. 
The revision would be made to conform Office practice to 
judicial practice as enunciated in v. Advanced Magnetics, Inc., 
3d 1551, 43 USPQ2d 1321 (Fed. Cir. 1997), which held that 
35 U.S.C. 256 only requires an inquiry into the intent of a 
nonjoined inventor. The clause stating ‘‘such error arose 
without deceptive intent on his part’’ was interpreted by the 
court as being applicable only when there is an error where an 
inventor is not named, and not when there is an error where 
a person is named as an inventor. While the decision recognized 
that the Office’s additional inquiry as to inventors named in 
error was appropriate under 35 U.S.C. 256 when read in con- 
junction with inequitable conduct standards, the Office no 
longer wishes to conduct an inquiry broader in scope than what 
would be conducted had the matter been raised in a court 
proceeding rather than under § 1.324. 


Section 1.324(b)(2), which requires a statement from the 
current named inventors either agreeing to the requested change 
or stating that they have no disagreement to the requested 
change, would not be revised. Paragraph (b)(2) in combination 
with paragraph (b)(1) ensures compliance with the requirement 
of the statute for application by all the parties, which require- 
ment is separate from the requirement that certain parties 
address the lack of deceptive intent in the inventorship error. 


Section 1.324(c) would be a newly added paragraph to refer- 
ence §§ 1.48, 1.497 and 1.634 for corrections of inventorship 
in national applications, international applications and interfer- 
ences, respectively. 


Section 1.366: Section 1.366(c) is proposed to be amended 
to continue to provide that a maintenance fee payment must 
include the patent number and the application number of the 
United States application for the patent on which the mainte- 
nance fee is being paid, but to further provide that if the payment 
includes identification of only the patent number (i.e., does not 
identify the application number for the patent on which the 
maintenance fee is being paid), the Office may apply the pay- 
ment to the patent identified by patent number in the payment 
or may return the payment. The Office requires the application 
number to detect situations in which a maintenance payment 
is submitted for the incorrect patent (e.g., due to a transposition 
error in the patent number). Nevertheless, a significant number 
of maintenance fee payments contain only the patent number 
and not the application number for the patent on which the 
maintenance fee is being paid. 


The proposed change to § 1.366(c) will permit the Office 
to streamline processing of maintenance fee payments that lack 
the application number for the patent on which the maintenance 
fee is being paid. The Office intends to treat payments that do 
not contain both a patent number and application number as 
follows: First, a reasonable attempt will be made to contact 
the person who submitted the payment (patentee or agent) by 
telephone to confirm the patent number and application number 
of the patent for which the maintenance fee is being paid. 
Second, if such an attempt is not successful but the payment 
includes at least a patent number, the payment will be processed 
as a maintenance fee paid for the patent number provided, and 
the person who submitted the payment will be sent a letter 
informing him or her of the patent number and application 
number of the patent to which the maintenance fee was posted 
and given a period of time within which to file a petition under 
§ 1.377 (and $130) if the maintenance fee was not posted to 
the patent for which the payment was intended. If the payment 
does not include a patent number (e.g., includes only an applica- 
tion number), the payment will be returned to the person who 
submitted the payment. 


Section 1.446: Section 1.446 is proposed to be amended in 
such that its refund provisions are consistent with the refund 
provisions of § 1.26. See discussion of § 1.26. 
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Section 1.497; Section 1.497(b)(2) has been proposed to be 
amended in a manner consistent with § 1.64(b). Therefore, § 
1.497(b)(2) is proposed to be amended to refer to any supple- 
mental oath or declaration and to provide that if the person 
making the oath or declaration is the legal representative, the 
oath or declaration shall state that the person is the legal repre- 
sentative and shall state the citizenship, residence, and mailing 
address of the legal representative. In addition, § 1.497(b)(2) 
is proposed to be amended to clarify that facts submitted under 
§§ 1.42, 1.43, and 1.47 are not required to be in the § 1.497 
oath or declaration. Section 1.497(d) is proposed to provide 
for the situation in which an oath or declaration filed pursuant 
to 35 U.S.C. 371(c)(4) and § 1.497 names an inventive entity 
different from the inventive entity set forth in the international 
stage. Section 1.497(d) is proposed to be added to provide that 
such an oath or declaration must be accompanied by: (1) A 
statement from each person being added as an inventor and 
from each person being deleted as an inventor that any error 
in inventorship in the international stage occurred without 
deceptive intention on his or her part; (2) the processing fee 
set forth in § 1.17(i); and (3) if an assignment has been executed 
by any of the original named inventors, the written consent of 
the assignee (see § 3.73(b)). Thus, naming a different inventive 
entity in an oath or declaration filed to enter the national stage 
under 35 U.S.C. 371 in an international application is not 
analogous to the filing of an oath or declaration to complete 
an application under 35 U.S.C. 111(a) (which operates itself 
to name the new inventive entity under §§ 1.41(a)(1) and 
1.48(f)(1)), but is analogous to correction of inventorship under 
§ 1.48(a). 


Section 1.510: Paragraph (b)(4) of § 1.510 is proposed to 
be revised to correspond to paragraph (a) of § 1.173 as revised 
by the present notice, see the discussion as to the revision of 
§ 1.173. It is considered advantageous for the reexamination 
and reissue provisions to correspond with each other to the 
maximum extent possible, in order to eliminate confusion. 


Section 1.530: Paragraph (d) of § 1.530 is proposed to be 
revised, and paragraphs (e)-(i) are proposed to be added, to 
correspond to paragraph (b) et seq. of § 1.173 as revised by 
the present notice, see the discussion as to the revision of § 
1.173. It is considered advantageous for the reexamination 
and reissue provisions to correspond with each other to the 
maximum extent possible, in order to eliminate confusion. Para- 
graphs (d)(3) and (d)(4) of § 1.530 are proposed to be redesig- 
nated as paragraphs (j) and (k) of § 1.530. 


Section 1.530(1) is proposed to be added to make it clear 
that where the inventorship of a patent being reexamined is to 
be corrected, a petition for correction of inventorship which 
complies with § 1.324 must be submitted during the prosecution 
of the reexamination proceeding. If the petition under § 1.324 
is granted, a certificate of correction indicating the change of 
inventorship will not be issued, because the reexamination 
certificate that will ultimately issue will contain the appropriate 
change-of-inventorship information (i.e., the certificate of cor- 
rection is in effect merged with the reexamination certificate). 
In the rare instances where the reexamination proceeding termi- 
nates but does not result in a reexamination certificate under 
§ 1.570 (reexamination is vacated or the order for reexamination 
is denied), patentee may then request that the inventorship be 
corrected by a certificate of correction indicating the change 
of inventorship. 


Section 1.550: Where an application has become abandoned 
for failure to timely respond, the application can be revived 
under 35 U.S.C. 133 upon an appropriate showing of unavoid- 
able delay via petition for revival and a petition fee. Analo- 
gously, where a reexamination proceeding becomes terminated 
for failure to timely respond, the proceeding can be restored 
to pendency under 35 U.S.C. 133 upon an appropriate showing 
of unavoidable delay, again via a petition and fee. See In re 
Katrapat, AG, 6 USPQ2d 1863, 1865-66 (Comm’r Pat. 1988). 


In a situation where an appropriate showing of unavoidable 
delay cannot be made, an abandoned application can be revived 
upon an appropriate showing that the delay was unintentional 
via a petition and fee. The showing that the delay was uninten- 
tional is a lesser standard than that of unavoidable delay; how- 
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ever, the required petition fee for an unintentional delay petition 
is substantially larger than that of an unavoidable delay petition. 
This unintentional delay alternative has been found to be highly 
desirable to deal with situations where the higher standard for 
revival cannot be met; to eliminate paperwork, time, and effort 
in making the unavoidable delay showing; and to eliminate the 
need to request reconsideration if the initial petition for revival 
is dismissed or denied. 


Despite the advantages of relief to petitioners via the uninten- 
tional delay alternative, there is no such alternative in reexami- 
nation proceedings. See Katrapat, 6 USPQ2d at 1866-67. It 
would be desirable to provide an unintentional delay alternative 
by rulemaking. Unfortunately, the statute does not provide a 
basis for unintentional delay relief in reexamination proceed- 
ings that is analogous to that for an application. The statutory 
basis for revival of an application based upon the unintentional 
delay standard is 35 U.S.C. 41(a)(7). There is no such statutory 
basis for restoring a reexamination proceeding to pendency 
based upon the unintentional delay standard. 


Section 1.550(c) is proposed to be revised to provide the 
reexamination patentee with unintentional delay relief for any 
reply filed within the full statutory time period for submission 
of the papers that were unintentionally delayed. This relief 
would be provided in the form of an extension of time under 
§ 1.550(c), which would be granted when unintentional delay 
is established and the appropriate extension of time fee is paid. 


This avenue of unintentional delay relief is expected to deal 
with the majority of reexamination proceedings terminated for 
untimely response. The reason for this is as follows. Late 
responses are most often generated because of one of three 
reasons: (1) The patentee does not realize that an extension 
must be requested prior to the response due date and thus, files 
the response after the due date together with an extension 
request; (2) the patentee files the extension request shortly prior 
to the due date but fails to give reasons for the extension, 
and the time expires before a proper reexamination extension 
request can subsequently be provided and (3) the patentee is 
aware of the need for giving reasons and for filing of the request 
prior to the due date, however, the reminder docket system is 
not set up for the reexamination type of extension request and 
the request is not timely or properly made. In all three of these 
situations, the extension generally reaches the Office prior to the 
full six-month statutory period for submission of the response, 
especially given the fact that a one- or two-month shortened 
statutory period is set for response in reexamination. If there 
is time remaining in the statutory period, the Office can notify 
the patentee that an extension in accordance with § 1.550(c)(2) 
is needed to maintain pendency. 


It is understood that the proposed revision will not provide 
relief to patentees in all cases with an unintentional termination 
of reexamination proceedings. However, in the absence of a 
statutory amendment to providing unintentional delay relief 
analogous to that of 35 U.S.C. 41(a)(7) for an application, the 
present rule change is believed to be the best avenue available 
to give patentees unintentional delay relief in reexamination 
proceedings. 


Section 1.666: Section 1.666(b) is proposed to be amended 
to change the reference to the fee set forth in “*§ 1.17(i)’’ to 
the fee set forth in ‘*§ 1.17(h).’’ This change is for consistency 
with the changes to § 1.17(h) and § 1.17(i). See discussion of 
changes to § 1.17(h) and § 1.17(i). 


Section 1.720: Section 1.720(b) is proposed to be amended 
to clarify that a patent extended under § 1.701 or § 1.790 would 
also be eligible for patent term extension. Section 1.720(g) is 
proposed to be amended to clarify that an application for patent 
term extension may be timely filed during the period of an 
interim extension under § 1.790. 


Section 1.730; Section 1.730 is proposed to be amended to 
add new paragraphs (b), (c) and (d) which state who should 
sign the patent term extension application and what proof of 
authority may be required of the person signing the application. 
35 U.S.C. 156 provides that an application for patent term 
extension must be filed by the patent ownerof record or an 
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agent of the patent owner. The Office interprets an agent of a 
patent owner to be either a licensee of the patent owner(for 
example, the party that sought permission from the Food and 
Drug Administration for permission to commercially use or 
sell a product, i.e., the marketing applicant), or a registered 
attorney or agent. Proposed § 1.730(b) explains that, if the 
application is submitted by the patent owner, the correspon- 
dence must be signed by the patent owner or a registered 
practitioner. Proposed § 1.730(c) states that, if the application 
is submitted by an agent of the patent owner, the correspondence 
must be signed by a registered practitioner, and that the Office 
may require proof that the agent is authorized to act on behalf 
of the patent owner. Lastly, proposed § 1.730(d) states that the 
Office may require proof of authority of a registered practitioner 
who signs the application for patent term extension on behalf 
of the patent owner or the agent of the patent owner. 


Section 1.740: Currently, for each product claim, method of 
use claim, and method of manufacturing claim which reads on 
the approved product, a showing is required demonstrating the 
manner in which each applicable claim reads on the approved 
product. Section 1.740(a)(9) is proposed to be amended to 
provide that the application for patent term extension only 
needs to explain how one product claim claims the approved 
product, if there is a claim to the product. In addition, the 
application would only need to explain how one method of use 
claim claims the method of use of the approved product, if 
there is a claim to the method of use of the product. Lastly, 
the application would only need to explain how one claim 
claims the method of manufacturing the approved product, if 
there is a claim to the method of manufacturing the approved 
product. With this proposed change, applicants for patent term 
extension should be able to reduce the time required to prepare 
the application since at the most only three claims would have 
to be addressed rather than all the claims that read on the three 
categories. Each claim that claims the approved product, the 
method of use of the approved product, or the method of 
manufacturing the approved product would still be required to 
be listed. See 35 U.S.C. 156(d)(1)(B). 


Section 1.740(a)(10) is proposed to be amended to separate 
the text into paragraphs (A), (B) and (C) to aid in comprehension 
of the text. 


Section 1.740(a)(14) is proposed to be amended to add 
‘‘and”’ after the semicolon since the paragraph is now the next 
to last paragraph. 


Section 1.740(a)(15) is proposed to be amended to change 
the semicolon to a period. 


Section 1.740(a)(16) is proposed to be moved to § 1.740(b), 
the number of copies changed from two to three, and to elimi- 
nate the express *‘certification’’ requirement. 


Section 1.740(a)(17) is proposed to be deleted as the require- 
ment for an oath or declaration is being deleted in § 1.740(b). 


Section 1.740(b) is proposed to be amended to delete the 
requirement for an oath or declaration since the averments set 
forth in § 1.740(b) are implicit in the submission of an applica- 
tion for patent term extension and the signature to the applica- 
tion. 


Section 1.740(c) is proposed to be amended to increase the 
time period for response to a notice of informality for an applica- 
tion for patent term extension from one month to two months, 
where the notice of informality does not set a time period 


Section 1.741; Section 1.741(a) is proposed to be amended 
to clarify the language to reference §§ 1.8 and 1.10 instead of 
referencing the rules and the titles of the rules. Section 
1.741(a)(5) is proposed to be amended to correct the format 
of the citation of the statute. Section 1.741(b) is proposed to 
be amended to provide that requests for review of a decision 
that the application for patent term extension is incomplete, or 
review of the filing date accorded to the application, must be 
filed as a petition under § 1.741 accompanied by the fee set 
forth in § 1.17(h), rather than a petition under § 1.181, and 
that the petition must be filed within two months of the date 
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of the notice, and that the extension of time provisions of § 
1.136 apply. 


Section 1.780; Section 1.780, including the title, is proposed 
to be amended to use terminology consistent with current prac- 
tice by inserting the term ‘‘order.’’ 


Section 1.809: Section 1.809(b) is proposed to be amended 
to change ‘‘respond’’ to ‘“‘reply’’ (see § 1.111), and § 
1.809(b)(1) is proposed to be amended to eliminate the language 
discussing payment of the issue fee. Section 1.809(c) is pro- 
posed to be amended to provide that if an application for patent 
is otherwise in condition for allowance except for a needed 
deposit and the Office has received a written assurance that an 
acceptable deposit will be made, applicant will be notified and 
given a period of time within which the deposit must be made 
in order to avoid abandonment. Section 1.809(c) is also pro- 
posed to be amended to provide that this time period is not 
extendable under § 1.136 (a) or (b) (see § 1.136(c)). Section 
1.809(c) is also proposed to be amended to eliminate the lan- 
guage stating that failure to make a needed deposit will result 
in abandonment for failure to prosecute because abandonment 
for failure to prosecute occurs by operation of law when an 
applicant fails to timely comply with such a requirement (see 
35 U.S.C. 133). 


Section 1.821: The Office indicated in the Advance Notice 
that the submission of sequence listings on paper is a significant 
burden on the applicants and the Office, and that it was consid- 
ering changes to § 1.821 et seq. to: (1) Permit a machine- 
readable submission of the nucleotide and/or amino acid 
sequence listings to be submitted in an appropriate archival 
medium; and (2) no longer require the voluminous paper sub- 
mission of nucleotide and/or amino acid sequence listings. See 
Changes to Implement the Patent Business Goals, 63 FR at 
53510-12, 1215Off. Gaz. Pat. Office at 99-100. 


Unlike a computer program listing appendix under § 1.96(c), 
a sequence listing under § 1.821 is part of the disclosure of 
the application. The Office, however, may accept electronically 
filed material in a patent application, regardless of whether it 
is considered ‘‘essential’’ or ‘‘nonessential.’’ The patent statute 
requires that ‘‘[aJ]n application for patent shall be made * * * in 
writing to the Commissioner.”’ 35 U.S.C. 111(a)(1) (emphasis 
added). With regard to the meaning of the ‘‘in writing’ require- 
ment of 35 U.S.C. 111(a)(1), “‘[iJn determining any Act of 
Congress, unless the context indicates otherwise * * *, 
“‘writing’’ includes printing and typewriting and reproduction 
of visual symbols by photographing, multigraphing, mimeo- 
graphing, manifolding, or otherwise.’’ 1 U.S.C. 1 (emphasis 
added); see also Fed. R. Evid. 1001(1) (writing defined as 
including magnetic impulse and electronic recording) and title 
XVII of the Omnibus Consolidated and Emergency Supple- 
mental Appropriations Act, 1999, Pub. L. 105-277, 112 Stat. 
2681 (1998) (the Government Paperwork Elimination Act). 
An electronic document (or an electronic transmission of a 
document) is a ‘‘reproduction of visual symbols,’’ and the *‘in 
writing’’ requirement of 35 U.S.C. 111(a)(1) does not preclude 
the Office from accepting an electronically filed document. 
Likewise, there is nothing in the patent statute that precludes 
the Office from designating an ‘‘electronic’’ record of an appli- 
cation file as the Office’s ‘‘official’’ copy of the application. 


As discussed with regard to the proposed change to § 1.96, 
CD-ROM and CD-R are the only practical electronic media of 
archival quality. The CD-ROM or CD-R sequence listing would 
serve as the ‘‘original’’ of the sequence listing, yet still offer 
the conveniences of small size and ease in viewing. Thus, the 
Office is specifically considering revising § 1.821 et seq. to 
permit applicants to submit the official copy of the sequence 
listing either on paper or on CD-ROM or CD-R. 


Section 1.821(c) is proposed to be amended to provide that 
a ‘*Sequence Listing’’ must be submitted either: (1) on paper 
in compliance with § 1.823(a)(1) and (b); or (2) as a CD-ROM 
or CD-R in compliance with § 1.823(a)(2) and (b) that will be 
retained with the paper file. Section 1.821 is also proposed to 
be amended to provide that applicant may submit a second 
copy of the CD-ROM or CD-R “‘Sequence Listing’’ to satisfy 
the requirement for a *‘Sequence Listing’’ in a computer read- 
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able format pursuant to § 1.821(e), provided that the CD-ROM 
or CD-R ‘‘Sequence Listing’’ meets the requirements of § 
1.824(c)(4). However, in order for a sequence listing to be a 
part of an international application, it must be filed in paper. 


Section 1.821(e) and § 1.821(f) are proposed to be amended 
for consistency with the provisions in § 1.821(c) that permit 
the official copy of the ‘‘Sequence Listing’’ required by § 
1.821(c) to be a paper or a CD-ROM or CD-R copy. Should 
these provisions be adopted, conforming changes may be made 
in the regulations to accommodate international applications 
in the national stage. 


Section 1.823: The heading of § 1.823 is proposed to be 
amended for consistency with the provisions in § 1.821(c) that 
permit the official copy of the ‘‘Sequence Listing’’ required 
by § 1.821(c) to be a paper or a CD-ROM or CD-R copy. 
Section 1.823(a) is proposed to be amended to be divided into 
a paragraph (a)(1) that sets forth its current requirement as 
applying if the ‘‘Sequence Listing’’ submitted pursuant to § 
1.821(c) is on paper, and a paragraph (a)(2) setting forth the 
requirements if the ‘‘Sequence Listing’’ submitted pursuant to 
§ 1.821(c) is on a CD-ROM or CD-R. Section 1.823(a)(2) is 
proposed to provide that: (1) a ‘‘Sequence Listing’’ submitted 
on a CD-ROM or CD-R must be a text file in the American 
Standard Code for Information Interchange (ASCII) in accor- 
dance with the standards for that medium set forth in 36 CFR 
1228.188(c)(2)(i) (no other format allowed); (2) the CD-ROM 
or CD-R ‘‘Sequence Listing’’ must be accompanied by docu- 
mentation on paper that contains the machine format (e.g., 
IBM-PC, Macintosh (etc.)), the operating system (e.g., MS- 
DOS, Macintosh, Unix) and any other special information that 
is necessary to identify, maintain, and interpret the electronic 
‘Sequence Listings’’; and (3) a notation that ‘‘Sequence 
Listing’ is submitted on a CD-ROM or CD-R must be placed 
conspicuously in the specification (see § 1.77(b)(11)). Section 
1.823(a)(2) is also proposed to provide that the CD-ROM or 
CD-R ‘*Sequence Listing’’ must be labeled with the following 
information: (1) The name of each inventor (if known); (2) title 
of the invention; (3) the sequence identifiers of the *‘Sequence 
Listings’’ on that CD-ROM or CD-R; and (4) the docket number 
used by the person filing the application to identify the applica- 
tion (if applicable). Finally, § 1.823(c)(4) is proposed to be 
amended to refer to CD-R (as well as the CD-ROM currently 
provided for). Should these provisions be adopted, conforming 
changes may be made in the regulations to accommodate inter- 
national applications in the national stage. 


Section 1.825: Section 1.825(a) is proposed to be amended 
to provide that any amendment to the CD-ROM or CD-R copy 
of the ‘‘Sequence Listing’’ submitted pursuant to § 1.821 must 
be made by submission of anew CD-ROM or CD-R containing 
a substitute ‘‘Sequence Listing,’ and that such amendments 
must be accompanied by a statement that indicates support for 
the amendment in the application-as-filed, and a statement that 
the new CD-ROM or CD-R includes no new matter. Section 
1.825(b) is proposed to be amended to provide that any amend- 
ment to the CD-ROM or CD-R copy of the **Sequence Listing”’ 
pursuant to § 1.825(a) must be accompanied by a substitute 
copy of the computer readable form of the **‘Sequence Listing”’ 
required pursuant to § 1.821(e), including all previously sub- 
mitted data with the amendment incorporated therein, and 
accompanied by a statement that the computer readable form 
copy is the same as the new CD-ROM or CD-R copy of the 
‘*Sequence Listing.’’ Should these provisions be adopted, con- 
forming changes may be made in the regulations to accommo- 
date international applications in the national stage. 


The comments are addressed above in the discussion of the 
proposed change to § 1.96. See discussion of § 1.96. 


Part 3 


Section 3.27: Section 3.27 is proposed to be amended to 
eliminate the reference to petitions under § 3.81(b) and the 
reference to a document required by Executive Order 9424 
which does not affect title. See discussion of § 3.81(b). 


Section 3.71: It is proposed that § 3.71 be revised as discussed 
immediately below. In conjunction with the propose revision, 
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the section wouid be broken into paragraphs (a) through (d), 
with each paragraph being given a heading, in order to more 
clearly delineate the topics of the paragraphs. 


Proposed paragraph (a) of § 3.71 would clarify that the 
assignee must be of record in a U.S. national patent application 
in order to conduct prosecution in place of the inventive entity 
(the inventors of the application) or any previous assignee that 
was entitled to conduct prosecution. 


Paragraph (b) of § 3.71 has been proposed in order to clarify 
and define what is meant by the § 3.71(a) assignee which may 
conduct the prosecution of a U.S. national application for a 
patent. 


A national patent application is owned by the inventor(s), 
an assignee or assignees of the inventor(s), or some combination 
of the two. All parties having a portion of the ownership must 
act together in order to be entitled to conduct the prosecution. 


If there is an assignee of the entire right, title and interest 
in the patent application, § 3.71(b)(1) (as proposed) states that 
thesingle assignee may act alone to conduct the prosecution of 
an application. 


If there is no assignee of the entire right, title and interest 
of the patent application, then two possibilities exist: 


(1) The application has not been assigned; thus, ownership 
resides solely in the inventor(s) (i.e., the applicant(s)). In this 
situation, § 3.71 does not apply (since there is no assignee), 
and the single inventor, or the combination of all the joint 
inventors, is needed to conduct the prosecution of an applica- 
tion. 


(2) The application has been assigned; thus, there is at least 
one ‘‘partial assignee.’ As pointed out in § 3.71(b)(2), a partial 
assignee is any assignee of record who has less than the entire 
right, title and interest in the application. The application will 
be owned by the combination of all partial assignees and all 
inventors who have not assigned away their right, title and 
interest in the application. As proposed, § 3.71(b)(2) points out 
that where at least one inventor retains an ownership interest 
together with the partial assignee(s), the combination of all 
partial assignees and inventors retaining ownership interest is 
needed to conduct the prosecution of an application. Where no 
inventor retains an ownership interest, the combination of all 
partial assignees is needed to conduct the prosecution of an 
application. 


To illustrate this, note as follows. Inventors A and B invent 
a process and file their application. Inventors A and B together 
may conduct prosecution. Inventor A then assigns his/her rights 
in the application to Corporation X. As soon as Corporation 
X (now a partial assignee) is made of record in the application 
as a partial assignee (by filing a statement pursuant to § 3.73(b) 
stating fifty percent ownership), Corporation X and Inventor 
B together may conduct prosecution. Corporation X and 
Inventor B then both assign their rights in the application to 
Corporation Y. As soon as Corporation Y (now an assignee 
of the entire right, title and interest) is made of record in the 
application as the assignee (by filing a statement pursuant to 
§ 3.73(b) stating one-hundred percent ownership), Corporation 
Y may, by itself, conduct prosecution. 


This definition of the assignee would apply wherever the 
assignee is permitted to take action in the prosecution of an 
application for patent. 


Proposed paragraph (c) of § 3.71 defines the meaning of the 
term ‘‘of record’’ used in proposed paragraph (b) of § 3.71. 
An assignee is made of record in an application by filing a 
statement which is in compliance with § 3.73(b). Note that the 
assignee being made *‘of record’’ in an application is different 
than the recording of an assignment in the assignment records 
of the Office pursuant to § 3.11. 


Proposed paragraphs (a) through (c) of § 3.71 have been 
drafted to allow for the situation where an assignee takes action 
in the prosecution of a reexamination proceeding (in addition 
to that where a patent application is involved). In a reexamina- 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 289 
(123) 


tion, the assignee has the entire right, title and interest in the 
patent upon which reexamination is based. 


Proposed paragraph (d) of § 3.71, concerning trademarks, 
expands the list of actions an assignee may take or request. 
Specifically, an assignee may also rely on its federal trademark 
application or registration when filing papers against a third 
party. This subsection also corrects the inappropriate use of the 
term *‘prosecution’’ when referring to maintaining a registered 
trademark. 


In various places in proposed § 3.71, “‘national’’ has been 
added before *‘application.’’ Section 3.71 is directed to national 
applications as defined in § 1.9(a)(1) and not to international 
(PCT) applications. In an international (PCT) application the 
assignee is often the applicant for some, or all, of the designated 
states (except the U.S.) and may control prosecution as the 
applicant. Section 3.71 would apply to international applica- 
tions after entry into the U.S. national stage under 35 U.S.C. 
371. 


Section 3.73: In Paragraph (a) of § 3.73, it is proposed to 
revise the second sentence to include a trademark registration, 
in addition to a trademark application which is currently recited. 
The sentence would read: *‘The original applicant is presumed 
to be the owner of a trademark application or registration, 
unless there is an assignment.”’ 


Under the proposal, paragraph (b) of § 3.73 would be revised 
for clarity and paragraph formatting. Additionally, paragraph 
(b) of § 3.73 is proposed to be revised to clarify that the 
statement establishing ownership must explicitly identify the 
assignee (by adding the language ‘‘a signed statement identi- 
fying the assignee * * *°’). Paragraph (b) of § 3.73 is further 
proposed to be revised to make it clear that while the submission 
establishing ownership is separate from, and in addition to, the 
specific action taken by the assignee (e.g., appointing a new 
attorney), the two may be presented together as part of the same 
paper. This would be done by adding that *“The establishment of 
ownership by the assignee may be combined with the paper 
that requests or takes the action.”’ 


Currently, paragraph (b) of § 3.73 requires that the submis- 
sion (statement) establishing ownership ‘‘must be signed by a 
party authorized to act on behalf of the assignee.’’ Under the 
proposal, this language would be expanded upon by newly 
added paragraph (b)(2) of § 3.73 which would clarify what is 
acceptable to show that the party signing the submission is 
authorized to act on behalf of the assignee. (1) The submission 
could include a statement that the party signing the submission 
is authorized to act on behalf of the assignee. (2) Alternatively, 
the submission could be signed by a person having apparent 
authority to sign on behalf of the assignee, e.g., an officer of 
the assignee. 


In the first case, the statement that the party signing the 
submission is authorized to act on behalf of the assignee could 
be an actual statement included in the text of the submission 
that the signing person ‘‘is authorized to act on behalf of the 
assignee.” Alternatively, it could be in the form of a resolution 
by the organization owning the property (e.g., a corporate reso- 
lution, a partnership resolution) included with the submission. 


In the second case, the title of the person signing must be 
given in the submission, and it must be one which empowers 
the person to act on behalf of the assignee. The president, vice- 
president, secretary, treasurer, and chairman of the board of 
directors are presumed to have authority to act on behalf of the 
organization. Modifications of these basic titles are acceptable, 
such as vice-president for sales, executive vice-president, assis- 
tant treasurer, vice-chairman of the board of directors. A title 
such as manager, director, administrator, or general counsel 
does not clearly set forth that the person is an officer of the 
organization, and as such, does not provide a presumption of 
authority to sign the statement on behalf of the assignee. A 
power of attorney from the inventors or the assignee to a 
practitioner to prosecute an application does not make that 
practitioner an official of an assignee and does not empower 
the practitioner to sign the statement on behalf of the assignee. 
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Proposed new paragraph (c)(1) of § 3.73 would require that 
the submission establishing ownership by the assignee must 
be submitted prior to, or at the same time, that the paper 
requesting or taking action is submitted. If the submission 
establishing ownership is not present, the action sought to be 
taken will not be given effect. 


Proposed new paragraph (c)(2) of § 3.73 would point out 
that for patents, if an assignee of less than the entire right, title 
and interest (i.e., a partial assignee) fails to indicate in the 
submission the extent (e.g., by percentage) of its ownership 
interest, the Office may refuse to accept the submission. 


Section 3.81: Section 3.81 is proposed to be amended to 
eliminate the provisions of § 3.81(b). As discussed above, 
changes in the patent printing process will dramatically reduce 
the period between the date of issue fee payment and the date 
a patent is issued. This change will eliminate the opportunity 
for providing an assignee name after the date the issue fee is 
paid. 


Section 5.1: Section 5.1 is proposed to be amended to locate 
its current text in § 5.1(a). 


Section 5.1 is also proposed to be amended to add a § 5.1(b) 
to clarify that application as used in Part 5 includes provisional 
applications filed under 35 U.S.C. 111(b) (§ 1.9(a)(2)), nonpro- 
visional applications filed under 35 U.S.C. 111(a) or entering 
the national stage from an international application after compli- 
ance with 35 U.S.C. 371 (§ 1.9(a)(3)), or international applica- 
tions filed under the Patent Cooperation Treaty prior to entering 
thenational stage of processing (§ 1.9(b)). 


Section 5.1 is also proposed to be amended to add a § 
5.1(c) to state current practice that: (1) Patent applications and 
documents relating thereto that are national security classified 
(see § 1.9(i)) and contain authorized national security markings 
(e.g., ““Confidential,’’ ‘Secret’ or ‘“Top Secret’’) are accepted 
by the Office; and (2) national security classified documents 
filed in the Office must be either hand-carried to Licensing 
and Review or mailed to the Office in compliance with § 5.1(a). 


Section 5.1 is also proposed to be amended to add a § 5.1(d) 
to provide that: (1) The applicant in a national security classified 
patent application must obtain a secrecy order pursuant to § 
5.2(a);(2) if a national security classified patent application is 
filed without a notification pursuant to § 5.2(a), the Office will 
set a time period within which either the application must be 
declassified, or the application must be placed under a secrecy 
order pursuant to § 5.2(a), or the applicant must submit evidence 
of a good faith effort to obtain a secrecy order pursuant to § 
5.2(a) from the relevant department or agency in order to pre- 
vent abandonment of the application; and (3) if evidence of a 
good faith effort to obtain a secrecy order pursuant to § 5.2(a) 
from the relevant department or agency is submitted by the 
applicant within the time period set by the Office, but the 
application has not been declassified or placed under a secrecy 
order pursuant to § 5.2(a), the Office will again set a time 
period within which either the application must be declassified, 
or the application must be placed under a secrecy order pursuant 
to § 5.2(a), or the applicant must submit evidence of a good 
faith effort to again obtain a secrecy order pursuant to § 5.2(a) 
from the relevant department or agency in order to prevent 
abandonment of the application. Section 5.1(d) as proposed 
sets forth the treatment of national security classified applica- 
tions that is currently set forth in MPEP 130. 


Section 5.1 is also proposed to be amended to add a § 5.1(e) 
to provide that a national security classified patent application 
will not be allowed pursuant to § 1.311 of this chapter until 
the application is declassified and any secrecy order pursuant 
to § 5.2(a) has been rescinded. 


Section 5.1 is also proposed to be amended to add a § 5.1(f) 
to clarify that applications on inventions not made in the United 
States and on inventions in which a U.S. Government defense 
agency has a property interest will not be made available to 
defense agencies. 


Section 5.2: Section 5.2(c) is proposed to be added to provide 
that: (1) An application disclosing any significant part of the 
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subject matter of an application under a secrecy order pursuant 
to § 5.2(a) also falls within the scope of such secrecy order; 
(2) any such application that is pending before the Office must 
be promptly brought to the attention of Licensing and Review, 
unless such application is itself under a secrecy order pursuant 
to § 5.2(a); and (3) any subsequently filed application con- 
taining any significant part of the subject matter of an applica- 
tion under a secrecy order pursuant to § 5.2(a) must either be 
hand-carried to Licensing and Review or mailed to the Office 
in compliance with § 5.1(a). 


Section 5.12: Section 5.12(b) is proposed to be amended to 
require that the fee set forth in § 1.17(h) is required for any 
petition under § 5.12 for a foreign filing license. As a practical 
matter, all petitions under § 5.12 are treated on an expedited 
basis. Therefore, it is appropriate to require the fee set forth 
in § 1.17(h) for all petitions under § 5.12. 


Part 10 


Section 10.23: Section 10.23(c)(11) is proposed to be 
amended to add the phrase **‘[e]xcept as permitted by § 1.52(c)”’ 
for consistency with the proposed amendment to § 1.52(c). 


Review Under the Paperwork Reduction Act of 1995 and 
Other Considerations 


This notice is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This notice involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). The collections of information involved in 
this notice have been reviewed and previously approved by 
OMB under the following control numbers: 0651-0016, 0651- 
0020, 0651-0021, 0651-0022, 0651-0024, 0651-0027, 0651- 
0031, 0651-0032, 0651-0033, 0651-0034, 0651-0035, and 
0651-0037. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Patent and Trademark Office has submitted 
an information collection package to OMB for its review and 
approval of the proposed information collections under OMB 
control numbers 0651-0031, 0651-0032, and 0651-0035. The 
Patent and Trademark Office is submitting information collec- 
tion packages to OMB for its review and approval of these 
information collections because the following changes pro- 
posed in this notice do affect the information collection require- 
ments associated with the information collections under OMB 
control numbers 0651-0031, 0651-0032, and 0651-0035: (1) 
The proposed change to §§ 1.27 and 1.28 will permit an appli- 
cant to establish small entity status in an application by a 
simple assertion of entitlement to small entity status (without 
a statement having a formalistic reference to § 1.9 or a standard 
form (PTO/SB/09/10/11/12)); (2) the proposed change to §§ 
1.55, 1.63 and 1.78 would eliminate the need for an applicant 
using the application data sheet (§ 1.76) to provide priority 
claims in the oath or declaration or specification; (3) the pro- 
posed change to § 1.96 would require applicants to submit 
lengthy computer listings on a CD-ROM or CD-R (rather than 
microfiche); (4) the proposed change to §§ 1.821, 1.823, and 
1.825 would permit applicants to submit sequence listings on 
a CD-ROM or CD-R (rather than paper); and (5) the proposed 
change to § 1.155 would allow an applicant to seek expedited 
examination of a design application by filing a request for 
expedited examination. 


As discussed above, the notice also involves currently 
approved information collections under OMB control numbers: 
0651-0016, 0651-0020, 0651-0021, 0651-0022, 0651-0024, 
0651-0027, 0651-0033, 0651-0034, and 0651-0037. The Patent 
and Trademark Office is not resubmitting information collec- 
tion packages to OMB for its review and approval of these 
information collections because the changes proposed in this 
notice do not affect the information collection requirements 
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associated with the information collections under these OMB 
control numbers. 


The title, description and respondent description of each of 
the information collections are shown below with an estimate 
of each of the annual reporting burdens. Included in each esti- 
mate is the time for reviewing instructions, gathering and main- 
taining the data needed, and completing and reviewing the 
collection of information. Any collections of information whose 
requirements will be revised as a result of the proposed rule 
changes discussed in this notice will be submitted to OMB for 
approval. The principal impact of the changes under consider- 
ation in this notice is to raise the efficiency and effectiveness 
of the Patent and Trademark Office’s business processes to 
make the Patent and Trademark Office a more business-like 
agency and increase the level of the Patent and Trademark 
Office’s service to the public. 


OMB Number: 0651-0016. Title: Rules for Patent Mainte- 
nance Fees. 


Form Numbers: PTO/SB/45/47/65/66. 
Type of Review: Approved through July of 1999. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 273,800. 
Estimated Time Per Response: 0.08 hour. 
Estimated Total Annual Burden Hours: 22,640 hours. 


Needs and Uses: Maintenance fees are required to maintain 
a patent, except for design or plant patents, in force under 35 
U.S.C. 41(b). Payment of maintenance fees are required at 3 
1/2, 7 1/2 and 11 1/2 years after the grant of the patent. A 
patent number and application number of the patent on which 
maintenance fees are paid are required in order to ensure proper 
crediting of such payments. 


OMB Number: 0651-0020. 

Title: Patent Term Extension. 

Form Numbers: None. 

Type of Review: Approved through September of 2001. 


Affected Public: Individuals or households, businesses or 
other for-profit, not-for-profit institutions, farms, Federal Gov- 
ernment, and state, local, or tribal governments. 


Estimated Number of Respondents: 57. 
Estimated Time Per Response: 22.8 hour. 
Estimated Total Annual Burden Hours: 1,302 hours. 


Needs and Uses: The information supplied to the PTO by 
an applicant seeking a patent term extension is used by the 
Patent and Trademark Office, the Department of Health and 
Human Services, and the Department of Agriculture to deter- 
mine the eligibility of a patent for extension and to determine 
the period of any such extension. The applicant can apply for 
patent term and interim extensions, petition the Patent and 
Trademark Office to review final eligibility decisions, and with- 
draw patent term extensions. If there are multiple patents, the 
applicant can designate which patents should be extended. An 
applicant can also declare their eligibility to apply for a patent 
term extension. 


OMB Number: 0651-0021. 
Title: Patent Cooperation Treaty. 


Form Numbers: PCT/RO/101, ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 


Type of Review: Approved through May of 2000. 
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Affected Public: Individuals or Households, Business or 
Other For-Profit, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. 


Estimated Number of Respondents: 102,950. 
Estimated Time Per Response: 0.9538 hour. 
Estimated Total Annual Burden Hours: 98,195 hours. 


Needs and Uses: The information collected is required by 
the Patent Cooperation Treaty (PCT). The general purpose of 
the PCT is to simplify the filing of patent applications on 
the same invention in different countries. It provides for a 
centralized filing procedure and a standardized application 
format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 
Form Numbers: None. 

Type of Review: Approved through December of 2000. 


Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal 
Agencies or Employees, Not-for-Profit Institutions, Small Busi- 
nesses or Organizations. 


Estimated Number of Respondents: 3,300. 
Estimated Time Per Response: 1.0 hour. 
Estimated Total Annual Burden Hours: 3,300 hours. 


Needs and Uses: Information on depositing of biological 
materials in depositories is required for (1) Office determination 
of compliance with the patent statute where the invention sought 
to be patented relies on biological material subject to deposit 
requirement, which includes notifying interested members of 
the public where to obtain samples of deposits, and (2) deposi- 
tories desiring to be recognized as suitable by the Office. 


OMB Number: 0651-0024. 


Title: Requirements for Patent Applications Containing 
Nucleotide Sequence and/or Amino Acid Sequence Disclo- 
sures. 


Form Numbers: None. 
Type of Review: Approved through November of 1999. 


Affected Public: Individuals or households, business or other 
for-profit institutions, not-for-profit institutions, and Federal 
Government. 


Estimated Number of Respondents: 4,600. 
Estimated Time Per Response: 80 minutes. 
Estimated Total Annual Burden Hours: 6,133 hours. 


Needs and Uses: This information is used by the Office 
during the examination process, the public and the patent bar. 
The Patent and Trademark Office also participates with the 
EPO and JPO in a Trilateral Sequence Exchange project, to 
facilitate the international exchange of published sequence data. 


OMB Number: 0651-0027. 


Title: Changes in Patent and Trademark Assignment Prac- 
tices. 


Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 
Type of Review: Approved through May of 2002. 


Affected Public: Individuals or Households and Businesses 
or Other For-Profit. 


Estimated Number of Respondents: 209,040. 


Estimated Time Per Response: 0.5 hour. 
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Needs and Uses: The Office records about 209,040 assign- 
ments or documents related to ownership of patent and trade- 
mark cases each year. The Office requires a cover sheet to 


expedite the processing of these documents and to ensure that 
they are properly recorded. 


OMB Number: 0651-0031. 
Title: Patent Processing (Updating). 


Form Numbers: PTO/SB/08/21-27/31/42/43/61/62/63/64/ 


67/68/9 1/92/96/97. 
Type of Review: Approved through September of 2000. 


Affected Public: Individuals or Households, Business or 
Other For-Profit Institutions, Not-for-Profit Institutions and 
Federal Government. 


Estimated Number of Respondents: 2,040,630. 


Estimated Time Per Response: 0.39 hours. 


Estimated Total Annual Burden Hours: 788,421 hours. 


Needs and Uses: During the processing for an application 
for a patent, the applicant/agent may be required or desire to 
submit additional information to the Office concerning the 
examination of a specific application. The specific information 
required or which may be submitted includes: Information Dis- 
closure Statements; Terminal Disclaimers; Petitions to Revive; 
Express Abandonments; Appeal Notices; Petitions for Access; 
Powers to Inspect; Certificates of Mailing or Transmission; 
Statements under § 3.73(b); Amendments, Petitions and their 
Transmittal Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/13PCT/17-19/29/101-110. 
Type of Review: Approved through September of 2000. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 344,100. 
Estimated Time Per Response: 8.7 hours. 
Estimated Total Annual Burden Hours: 2,994,160 hours. 


Needs and Uses: The purpose of this information collection 
is to permit the Office to determine whether an application 
meets the criteria set forth in the patent statute and regulations. 
The standard Fee Transmittal form, New Utility Patent Applica- 
tion Transmittal form, New Design Patent Application Trans- 
mittal form, New Plant Patent Application Transmittal form, 
Declaration, and Plant Patent Application Declaration will 
assist applicants in complying with the requirements of the 
patent statute and regulations, and will further assist the Office 
in processing and examination of the application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 
Type of Review: Approved through September of 2000. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 135,250. 
Estimated Time Per Response: 0.325 hour. 


Estimated Total Annual Burden Hours: 43,893 hours. 


OFFICIAL GAZETTE 


Marcu 21, 2000 


Needs and Uses: This collection of information is required 
to administer the patent laws pursuant to title 35, U.S.C., con- 
cerning the issuance of patents and related actions including 
correcting errors in printed patents, refiling of patent applica- 
tions, requesting reexamination of a patent, and requesting a 
reissue patent to correct an error in a patent. The affected public 
includes any individual or institution whose application for a 
patent has been allowed or who takes action as covered by the 
applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 2001. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 2,187. 
Estimated Time Per Response: 0.67 hour. 
Estimated Total Annual Burden Hours: 1,476 hours. 


Needs and Uses: In the interest of national security, patent 
laws and regulations place certain limitations on the disclosure 
of information contained in patents and patent applications and 
on the filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/81-84/121-125. 

Type of Review: Approved through June of 1999. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 263,520. 
Estimated Time Per Response: 0.05 hour. 
Estimated Total Annual Burden Hours: 13,386 hours. 


Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act 
in a representative capacity. Also, an appointed representative 
may withdraw from acting in a representative capacity. This 
collection includes the information needed to ensure that Office 
correspondence reaches the appropriate individual. 


OMB Number: 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 2001. 


Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 


Estimated Number of Respondents: 25,000. 
Estimated Time Per Response: 8.0 hour. 
Estimated Total Annual Burden Hours: 200,000 hours. 


Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind 
of submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 
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Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Patent and Trademark Office has submitted 
an information collection package to OMB for its review and 
approval of the proposed information collections under OMB 
control numbers 0651-0031, 0651-0032, and 0651-0035. As 
discussed above, the notice also involves currently approved 
information collections under OMB control numbers: 0651- 
0016, 0651-0020, 0651-0021, 0651-0022, 0651-0024, 0651- 
0027, 0651-0033, 0651-0034, and 0651-0037. The Patent and 
Trademark Office is not resubmitting information collection 
packages to OMB for its review and approval of these informa- 
tion collections because the changes proposed in this notice do 
not materially affect, or change the burden hours associated 
with, these information collections. 


Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to Robert J. Spar, Director, Special Pro- 
gram Law Office, Patent and Trademark Office, Washington, 
D.C. 20231, or to the Office of Information and Regulatory 
Affairs of OMB, New Executive Office Building, 725 17th 
Street, NW, room 10235, Washington, DC 20503, Attention: 
Desk Officer for the Patent and Trademark Office. 


The Chief Counsel for Regulation of the Department of 
Commerce certified to the Chief Counsel for Advocacy, Small 
Business Administration, that the changes proposed in this rule, 
if adopted, would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). In furtherance of the Patent Business Goals, the Office 
is proposing changes to the rules of practice to eliminate unnec- 
essary formal requirements, streamline the patent application 
process, and simplify and clarify procedures. In streamlining 
this process, the Office will be able to issue a patent in a shorter 
time by eliminating formal requirements that must be performed 
by the applicant, his or her representatives and the Office. All 
applicants will benefit from a reduced overall cost to them for 
receiving patent protection and from a faster receipt of their 
patents. In addition, small entities will benefit from the proposed 
changes to the requirements for establishing small entity status 
under § 1.27 for purposes of paying reduced patent fees under 
35 U.S.C.41(h). The currently used small entity statement forms 
are proposed to be eliminated. Small entity status would be 
established at any time by a simple assertion of entitlement to 
small entity status. A simpler procedure to establish small entity 
status would reduce processing time with the Office and would 
be a benefit to small entity applicants as it would eliminate 
the time-consuming and aggravating processing requirements 
that are mandated by the current rules. 


The Patent and Trademark Office has determined that this 
notice has no Federalism implications affecting the relationship 
between the National Government and the States as outlined 
in Executive Order i2612. 

List of Subjects 
37 CFR Part 1 

Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirements, Small businesses. 

37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents, Reporting and record keeping requirements. 


37 CFR Part 5 


Classified information, Foreign relations, Inventions and 
patents. 
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37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 


For the reasons set forth in the preamble, 37 CFR parts 1, 
3, 5, and 10 are proposed to be amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR part | is revised to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is proposed to be amended by revising para- 
graphs (b)and (c) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


eeeces 


(b) Since each file must be complete in itself, a separate 
copy of every paper to be filed in a patent or trademark applica- 
tion, patent file, trademark registration file, or other proceeding 
must be furnished for each file to which the paper pertains, 
even though the contents of the papers filed in two or more 
files may be identical. The filing of duplicate copies of corre- 
spondence in the file of an application, patent, trademark regis- 
tration file, or other proceeding should be avoided, except in 
situations in which the Office requires the filing of duplicate 
copies. The Office may dispose of duplicate copies of corre- 
spondence in the file of an application, patent, trademark regis- 
tration file, or other proceeding. 


(c) Since different matters may be considered by different 
branches or sections of the Patent and Trademark Office, each 
distinct subject, inquiry or order must be contained in a separate 
paper to avoid confusion and delay in answering papers dealing 
with different subjects. 


x KKK 


3. Section 1.6 is proposed to be amended by revising para- 
graph(d)(9) to read as follows: 


§ 1.6 Receipt of correspondence. 


xe KK * 


(d) * * * 


(9) Correspondence to be filed in an interference proceeding 
which consists of a preliminary statement under § 1.621; a 
transcript of a deposition under § 1.676 or of interrogatories, 
or cross-interrogatories; or an evidentiary record and exhibits 
under § 1.653. 


x KKK 


4. Section 1.9 is proposed to be amended by removing and 
reserving paragraphs (c), (d) and (e), and revising paragraph 
(f) and adding a new paragraph (i) to read as follows: 


§ 1.9 Definitions. 


ke KKK 


(f) Small entities. A small entity as used in this chapter 
means any party (person, small business concern, or nonprofit 
organization) under paragraphs (f)(1) through (f)(3) of this 
section. 


(1) Person: A person, as used in § 1.27(b), means any 
inventor or other individual (e.g., an individual to whom an 
inventor has transferred some rights in the invention), who has 
not assigned, granted, conveyed, or licensed, and is under no 
obligation under contract or law to assign, grant, convey, or 
license, any rights in the invention. An inventor or other indi- 
vidual who has transferred some rights, or is under an obligation 
to transfer some rights in the invention to one or more parties, 
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can also qualify for small entity status if all the parties who 
have had rights in the invention transferred to them also qualify 
for small entity status either as a person, small business concern, 
or nonprofit organization under this section. 


(2) Small business concern: A small business concern, as 
used in § 1.27(b), means any business concern that: 


(i) Has not assigned, granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, grant, 
convey, or license, any rights in the invention to any person, 
concern, or organization which would not qualify under this 
section for small entity status as a person, small business con- 
cer, or nonprofit organization. 


(ii) Meets the size standards set forth in 13 CFR part 121 
to be eligible for reduced patent fees. Questions related to size 
standards for a small business concern may be directed to: 
Small Business Administration, Size Standards Staff, 409 Third 
Street, SW, Washington, DC 20416. 


(3) Nonprofit organization. A nonprofit organization, as used 
in § 1.27(b), means any nonprofit organization that: 


(i) Has not assigned, granted, conveyed, or licensed, and is 
under no obligation under contract or law to assign, grant, 
convey, or license, any rights in the invention to any person 
who could not qualify for small entity status, or to any concern 
or organization which would not qualify as a small business 
concern, or a nonprofit organization under this section, and 


(ii) Is either: 


(A) A university or other institution of higher education 
located in any country; 


(B) An organization of the type described in section 501(c)(3) 
of the Internal Revenue Code of 1986 (26 U.S.C. 501(c)(3)) 
and exempt from taxation under section 501(a) of the Internal 
Revenue Code (26 U.S.C. 501(a)); 


(C) Any nonprofit scientific or educational organization qual- 
ified under a nonprofit organization statute of a state of this 
country (35 U.S.C. 201(i)); or 


(D) Any nonprofit organization located in a foreign country 
which would qualify as a nonprofit organization under para- 
graphs (f)(3)(ii)(B) or (f)(3)(ii)(C) of this section if it were 
located in this country. 


(4) License to a Federal Agency. (i) For persons under para- 
graph (f)(1) of this section, a license to the Government resulting 
from a rights determination under Executive Order 10096 does 
not constitute a license so as to prohibit claiming small entity 
status. 


(ii) For small business concerns and nonprofit organizations 
under paragraphs (f)(2) and (f)(3) of this section, a license to 
a Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license. 


** eK * 

(i) National security classified as used in this chapter means 
specifically authorized under criteria established by an Act of 
Congress or Executive order to be kept secret in the interest 


of national defense or foreign policy and, in fact, properly 
classified pursuant to such Act of Congress or Executive order. 


5. Section 1.12 is proposed to be amended by revising para- 
graph(c)(1) to read as follows: 


§ 1.12 Assignment records open to public inspection. 
** * * * 
(c) * * * 


(1) Be in the form of a petition including the fee set forth 
in § 1.17(h); or 
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6. Section 1.14 is proposed to be revised to read as follows: 
§ 1.14 Patent applications preserved in confidence. 


(a) Confidentiality of patent application information. Patent 
applications are generally preserved in confidence pursuant to 
35 U.S.C. 122. Information concerning the filing, pendency, 
or subject matter of an application for patent, including status 
information, and access to the application, will only be given 
to the public as set forth in § 1.11 or in this section. 


(1) Status information is: 


(i) Whether the application is pending, abandoned, or pat- 
ented; and 


(ii) The application “‘numerical identifier’’ which may be: 


(A) The eight digit application number (the two digit series 
code plus the six digit serial number); or 


(B) The six digit serial number plus any of the filing date 
of the national application, the international filing date, or date 
of entry into the national stage. 


(2) Access is defined as providing the application file for 
review and copying of any material. 


(b) When status information may be supplied. Status informa- 
tion of an application may be supplied by the Office to the 
public if any of the following apply: 


(1) Access to the application is available pursuant to para- 
graph (e) of this section; 


(2) The application is referred to by its numerical identifier in 
a published patent document (e.g., a U.S. patent or a published 
international application) or in a U.S. application open to public 
inspection (§ 1.11(b) or paragraph (e)(2)(i) of this section); or 


(3) The application is a published international application 
in which the United States of America has been indicated as 
a designated state. 


(c) Copy of application-as-filed. If a pending or abandoned 
application is incorporated by reference in a U.S. patent, a copy 
ofthat application-as-filed may be provided to any person upon 
written request including the fee set forth in § 1.19(b)(1). 


(d) Power to inspect a pending or abandoned application 
may be granted by a party named in the application file. Access 
to an application may be provided to any person if the applica- 
tion file is available, and the application contains written 
authority (e.g., a power to inspect) in that particular application 
granting access to such person that is signed by: 


(1) An applicant; 
(2) An attorney or agent of record; 


(3) An authorized official of an assignee of record (made of 
record pursuant to § 3.71 of this chapter); or 


(4) A registered attorney or agent named in papers accompa- 
nying the application papers filed under § 1.53 or the national 
stage documents filed under §§ 1.494 or 1.495, if an executed 
oath or declaration pursuant to § 1.63 or § 1.497 has not been 
filed. 


(e) Public access to a pending or abandoned application 
may be provided. Access to an application may be provided 
to any person if a written request for access is submitted, the 
application file is available, and any of the following apply: 


(1) The application is open to public inspection pursuant to 
§ 1.11(b); or 


(2) The application is abandoned, it is not within the file 
jacket of a pending application under § 1.53(d), and it is referred 
to: 


(i) In a U.S. patent; or 
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(ii) In another U.S. application which is open to public 
inspection either pursuant te § 1.11(b) or paragraph (e)(2)(i) 
of this section. 


(f) Applications that may be destroyed. Applications that are 
abandoned or for which proceedings are otherwise terminated 
may be destroyed, and thus may not be available for access as 
permitted by paragraphs (d) or (e) of this section, after twenty 
years from their filing or deposit date. Exceptions may be made 
for applications to which particular attention has been called 
and which have been marked for preservation. 


(g) Applications reported to Department of Energy. Applica- 
tions for patents which appear to disclose, purport to disclose 
or do disclose inventions or discoveries relating to atomic 
energy are reported to the Department of Energy, which Depart- 
ment will be given access to the applications. Such reporting 
does not constitute a determination that the subject matter of 
each application so reported is in fact useful or is an invention 
or discovery, or that such application in fact discloses subject 
matter in categories specified by 42 U.S.C. 2181 (c) and (d). 


(h) Decisions by the Commissioner or the Board of Patent 
Appealsand Interferences. Any decision by the Commissioner 
or the Board of Patent Appeals and Interferences which would 
not otherwise be open to public inspection may be published 
or made available for public inspection if: 


(1) The Commissioner believes the decision involves an 
interpretation of patent laws or regulations that would be of 
precedential value; and 


(2) The applicant, or a party involved in an interference for 
which a decision was rendered, is given notice and an opportu- 
nity to object in writing within two months on the ground 
that the decision discloses a trade secret or other confidential 
information. Any objection must identify the deletions in the 
text of the decision considered necessary to protect the informa- 


tion, or explain why the entire decision must be withheld from 
the public to protect such information. An applicant or party 
will be given time, not less than twenty days, to request recon- 
sideration and seek court review before any portions of a deci- 
sion are made public under this paragraph over his or her 
objection. 


(i) Publication pursuant to § 1.47. Information as to the 
filing of an application will be published in the Official Gazette 
in accordance with § 1.47 (a) and (b). 


(j) International applications. Copies of an application file 
for which the United States acted as the International Prelimi- 
nary Examining Authority, or copies of a document in such 
an application file, will be furnished in accordance with Patent 
Cooperation Treaty (PCT) Rule 94.2 or 94.3, upon payment 
of the appropriate fee (§ 1.19(b)(2) or § 1.19(b)(3)). 


(k) Access or copies in other circumstances. The Office, 
either sua sponte or on petition, may also provide access or 
copies of an application if necessary to carry out an Act of 
Congress or if warranted by other special circumstances. Any 
petition by a member of the public seeking access to, or copies 
of, any pending or abandoned application preserved in confi- 
dence pursuant to paragraph (a) of this section, or any related 
papers, must include: 


(1) The fee set forth in § 1.17(h): and 


(2) A showing that access to the application is necessary to 
carry out an Act of Congress or that special circumstances exist 
which warrant petitioner being granted access to the application. 

7. Section 1.17 is proposed to be amended by revising para- 
graphs (h), (i), (k), (1), (m), and (q) and adding paragraph (t) 
to read as follows: 


§ 1.17 National application processing fees. 


xe KK 
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(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph ...$ 130.00 


§ 1.12-for access to an assignment record. 
§ 1.14-for access to an application. 


§ 1.47-for filing by other than all the inventors or a person 
not the inventor. 


$ 1.53(e)-to accord a filing date. 

} 1.59-for expungement and return of information. 
} 1.91-for entry of a model or exhibit. 

§ 1.102-to make an application special. 

§ 1.103(a)-to suspend action in application. 


§ 1.182-for decision on a question not specifically provided 
for. 


§ 1.183-to suspend the rules. 


§ 1.295-for review of refusal to publish a statutory invention 
registration. 


§ 1.313-to withdraw an application from issue. 

§ 1.314-to defer issuance of a patent. 

§ 1.377-for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a 
patent. 

§ 1.378(e)-for reconsideration of decision on petition 
refusing to accept delayed payment ofmaintenance fee in an 


expired patent. 


§ 1.550(c)(2)-for a petition for an extension of time to accept 
an unintentionally delayed response in a reexamination pro- 
ceeding. 


§ 1.644(e)-for petition in an interference. 


§ 1.644(f)-for request for reconsideration of a decision on 
petition in an interference. 


§ 1.666(b)-for access to an interference settlement agreement. 


§ 1.666(c)-for late filing of interference settlement agree- 
ment. 


§ 1.741(b)-to accord a filing date to an application for exten- 
sion of a patent term. 


§ 5.12-for expedited handling of a foreign filing license. 
§ 5.15-for changing the scope of a license. 
§ 5.25-for retroactive license. 


(i) Processing fee for taking action under a section listed below 
which refers to this paragraph 


§ 1.28(c)(3)-for processing a non-itemized fee deficiency 
based on an error in small entity status 


§ 1.41-for supplying the name or names of the inventor or 
inventors after the filing date without an oath or declaration 
as prescribed by § 1.63,except in provisional applications. 


§ 1.48-for correcting inventorship, except in provisional 
applications. 


§ 1.52(d)-for processing a nonprovisional application filed 
with a specification in a language other than English. 


§ 1.55-for entry of late priority papers. 


§ 1.103(b)-for requesting limited suspension of action in 
continued prosecution application. 
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§ 1.497(d)-for filing an oath or declaration pursuant to 35 
U.S.C. 371(c)(4) naming an inventiveentity different from the 
inventive entity set forthin the international stage. 


eee 0486 


(k) For accepting color drawings or color photographs 
i ira sis ocecascatcescbucencinseacpsssaccatpopinssnaaseedouesesvenvedsias 200.00 


(1) For filing a petition for the revival of an unavoidably aban- 
doned application under 35 U.S.C. 111, 133, 364, or 371, or 
the unavoidably delayed payment of the issue fee under 35 
U.S.C. 151 (§ 1.137(a)): 


By a‘small entity (§ 1:9(D)) <.......05.:0sssseccesessssonceessesronses 55.00 

By other than a small entity 
m) For filing a petition for the revival of an unintentionally 
abandoned application or the unintentionally delayed payment 
of the issue fee under 35 U.S.C. 41(a)(7) (§ 1.137(b)): 

By a small entity (§ 1.9(f)) 


By other than a small entity 


kK KK KKK 


(q) Processing fee for taking action under a section listed below 
which refers to this paragraph 


§ 1.41-to supply the name or names of the inventor or inven- 
tors after the filing date without a coversheet as prescribed by 
§ 1.51(c)(1) in a provisional application. 


§ 1.48-for correction of inventorship in a provisional applica- 
tion. 


§ 1.53(c)-to convert a nonprovisional application filed under 
§ 1.53(b) to a provisional application under § 1.53(c). 


KK KK KKK 


(t) For filing a request for expedited examination under § 
1.155(a) 


8. Section 1.19 is proposed to be amended by revising its 
introductory text and paragraphs (a) and (b) and removing 
paragraph (h) to read as follows: 


§ 1.19 Document supply fees. 

The Patent and Trademark Office will supply copies of the 
following documents upon payment of the fees indicated. The 
copies will be in black and white unless the origina! document 
is in color, a color copy is requested and the fee for a color 
copy is paid. 

(a) Uncertified copies of patents: 


(1) Printed copy of a patent, including a design patent, statu- 
tory invention registration, or defensive publication document: 


CE TRE Noobs iis sinscassssceetsscsscnvuscdpenesitisisnace $3.00 


(ii) Overnight delivery to PTO Box or overnight 
NO tyes osconvsecenna Shen epceras niece ip slasoaviedereverestaenone 6.00 


(iii) Expedited service for copy ordered byexpedited mail or 
facsimile delivery service and delivered to the customer within 
SEE I secon catces seven crevecinstacusnuenstesmorsetensssecescatcecs eee 


(2) Printed copy of a plant patent in color 
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(3) Color copy of a patent (other than a plant patent) or 
statutory invention registration containing a _ color 
CR svete cs Sea sacacseas loses > soatnusncpesblecpeioeseh Pedovassssnsaeeit 25.00 


(b) Certified and uncertified copies of Office documents: 


(1) Certified or uncertified copy of patent application as 
filed: 


PP IT MINE ac scnscscescesccctstevsusseenotusrsencnacarcranssuachis 15.00 
(il) Expedited regular Service ...........:00:0.secessessessescerescee SOA 


(2) Certified or uncertified copy of patent-related file wrapper 
and contents: 


(i) File wrapper and contents of 400 or 
ER IN asa a sich cccencescncndnsdacbvsdesindecninesacsessestiossascieOnnee 


(ii) Additional fee for each additional 100 pages or portion 
NEI igs css sca Scan esorsseonaazessensicnsnvonstvensininyeidbictiareciobesicctapet ame 


(3) Certified or uncertified copy of Office records, per docu- 
ment except as otherwise provided in this section..........25.00 


(4) For assignment records, abstract of title and certification, 
NO ose scicsecs searcher casicaciacs eat aire einai 


**e KKK KK 


9. Section 1.22 is proposed to be amended by revising para- 
graph (b) and adding paragraph (c) to read as follows: 


§ 1.22 Fee payable in advance. 
x*e KKK 


(b) All fees paid to the Patent and Trademark Office must 
be itemized in each individual application, patent, trademark 
registration file, or other proceeding in such a manner that it 
is clear for which purpose the fees are paid. The Office may 
return fees that are not itemized as required by this paragraph. 
The provisions of § 1.5(a) do not apply to the resubmission of 
fees returned pursuant to this paragraph. 


(c)(1) A fee paid by an authorization to charge such fee 
to a deposit account containing sufficient funds to cover the 
applicable fee amount (§ 1.25) is considered paid: 


(i) On the date the paper for which the fee is payable is 
received in the Office (§ 1.6), if the paper including the deposit 
account charge authorization was filed prior to or concurrently 
with such paper; 


(ii) On the date the paper including the deposit account 
charge authorization is received in the Office (§ 1.6), if the 
paper including the deposit account charge authorization is 
filed after the filing of the paper for which the fee is payable; 
and 


iii) On the date of the agreement, if the deposit account 
charge authorization is the result of an agreement between the 
applicant and an Office employee that is reduced to a writing. 


(2) A fee paid other than by an authorization to charge such 
fee to a deposit account is considered paid on the date the 
applicable fee amount is received in the Office (§ 1.6). 


(3) The applicable fee amount is determined by the fee in 
effect on the date such fee is paid in full. 


10. Section 1.25 is proposed to be amended by revising 
paragraph(b) to read as follows: 


§ 1.25 Deposit accounts. 


*eK*K * 
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(b) Filing, issue, appeal, international-type search report, 
international application processing, petition, and post-issuance 
fees may be charged against these accounts if sufficient funds 
are on deposit to cover such fees. A general authorization to 
charge all fees, or only certain fees, set forth in § 1.16 to § 
1.18 to a deposit account containing sufficient funds may be 
filed in an individual application, either for the entire pendency 
of the application or with respect to a particular paper filed. 
An authorization to charge fees under § 1.16 in an application 
submitted under § 1.494, or § 1.495 will be treated as an 
authorization to charge fees under § 1.492. An authorization 
to charge fees set forth in § 1.18 to a deposit account is subject 
to the provisions of § 1.311(b). An authorization to charge to 
a deposit account the fee for a request for reexamination pur- 
suant to § 1.510 and any other fees required in a reexamination 
proceeding in a patent may also be filed with the request for 
reexamination. An authorization to charge a fee to a deposit 
account will not be considered payment of the fee on the date 
the authorization to charge the fee is effective as to the particular 
fee to be charged unless sufficient funds are present in the 
account to cover the fee. 


11. Section 1.26 is proposed to be amended by revising 
paragraph(a) and adding paragraph (b) to read as follows: 


§ 1.26 Refunds. 


(a) The Commissioner may refund a fee paid by mistake or 
in excess of that required. A change of purpose after the payment 
of a fee, as when a party desires to withdraw a patent or 
trademark filing for which the fee was paid, including an appli- 
cation, an appeal, or a request for an oral hearing, will not 
entitle a party to a refund of such fee. The Office will not 
refund amounts of twenty-five dollars or less unless a refund 
is specifically requested, and will not notify the payor of such 
amounts. If a party paying a fee or requesting a refund does 
not instruct the Office that refunds are to be credited to a 
deposit account, and does not provide the banking information 


necessary for making refunds by electronic funds transfer, the 
Commissioner may either require such banking information or 
use the banking information on the payment instrument to make 
a refund. 


(b) Any request for refund must be filed within two years 
from the date the fee was paid, except as otherwise provided 
in this paragraph or in § 1.28(a). If the Office charges a deposit 
account by an amount other than an amount specifically indi- 
cated in an authorization (§ 1.25(b)), any request for refund 
based upon such charge must be filed within two years from 
the date of the deposit account statement indicating such charge, 
and include a copy of that deposit account statement. The time 
periods set forth in this paragraph are not extendable. 


* KX KK * 
12. Section 1.27 is proposed to be revised to read as follows: 


§ 1.27 Establishing status as small entity to permit payment 
of small entity fees; when a determination of entitlement 
to small entity status and notification of loss of entitlement 
to small entity status are required; fraud on the Office. 


(a) Establishment of small entity status permits payment of 


reduced fees. A small entity, as defined in § 1.9(f), who has 
properly asserted entitlement to small entity status pursuant to 
paragraph (b) of this section will be accorded small entity status 
by the Office in the particular application or patent in which 
entitlement to small entity status was asserted. Establishment 
of small entity status allows the payment of certain reduced 
patent fees pursuant to 35 U.S.C. 41(h). 


(b) Assertion of small entity status. Any party (person, small 
business concern or nonprofit organization) who has made a 
determination, pursuant to paragraph (e) of this section, of 
entitlement to be accorded small entity status pursuant to § 
1.9(f) must, in order to establish small entity status for the 
purpose of paying small entity fees, make an assertion of entitle- 
ment to small entity status, pursuant to paragraph (b)(1) or 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 297 
(123) 


(b)(3) of this section, in the application or patent in which such 
small entity fees are to bepaid. 


_ (1) Assertion by writing. Small entity status may be estab- 
lished by a written assertion of entitlement to small entity status. 
A written assertion must: 


(i) Be clearly identifiable; 
(ii) Be signed; and 


(iii) Convey the concept of entitlement to small entity status, 
such as by stating that applicant is a small entity, or that small 
entity status is entitled to be asserted for the application or 
patent. While no specific words or wording are required to 
assert small entity status, the intent to assert small entity status 
must be clearly indicated in order to comply with the assertion 
requirement. 


(2) Parties who can sign the written assertion. The written 
assertion can be signed by: 


(i) One of the parties identified in § 1.33(b) (e.g., an attorney 
or agent registered with the Office), § 3.73(b) of this chapter 
notwithstanding; 


(ii) At least one of the inventors, § 1.33(b)(4) notwith- 
standing; or 


(iii) An assignee of an undivided part interest, §§ 1.33(b)(3) 
and 3.73(b) of this chapter notwithstanding. 


(3) Assertion by payment of the small entity basic filing or 
national fee. The payment, by any party, of the exact amount 
of one of the small entity basic filing fees set forth in § 1.16(a), 
(f), (g), (h), or (k), or one of the small entity national fees set 
forth in § 1.492(a)(1), (a)(2), (a)(3), (a)(4), or (a)(5), will be 
treated as a written assertion of entitlement to small entity 
status even if the type of basic filing or national fee is inadver- 
tently selected in error. 


(i) If the Office accords small entity status based on payment 
of a small entity fee that is not applicable to that application, 
any balance of the small entity fee that is applicable to that 
application will be due. 


(ii) The payment of any small entity fee other than those set 
forth in paragraph (b)(3) (whether in the exact fee amount or 
not) of this section will not be treated as a written assertion 
of entitlement to small entity status and will not be sufficient 
to establish small entity status in an application or a patent. 


(4) Assertion required in related, continuing, and reissue 
applications. Status as a small entity must be specifically estab- 
lished by an assertion in each related, continuing and reissue 
application in which status is appropriate and desired. Status 
as a small entity in one application or patent does not affect 
the status of any other application or patent, regardless of the 
relationship of the applications or patents. The refiling of an 
application under § 1.53 as a continuation, divisional, or contin- 
uation-in-part application (including a continued prosecution 
application under § 1.53(d)), or the filing of a reissue applica- 
tion, requires a new assertion as to continued entitlement to 
small entity status for the continuing or reissue application. 


(c) When small entity fees can be paid. Any fee, other than 
the small entity basic filing fees and the small entity national 
fees of paragraph (b)(3) of this section, can be paid in the small 
entity amount only if it is submitted with, or subsequent to, 
the submission of a written assertion of entitlement to small 
entity status, except when refunds are permitted by § 1.28(a) 


(d) Only one assertion required. (1) An assertion of small 
entity status need only be filed once in an application or patent. 
Small entity status, once established, remains in effect until 
changed pursuant to § 1.28(b) of this part. Where an assignment 
of rights or an obligation to assign rights to other parties who 
are small entities occurs subsequent to an assertion of small 
entity status, a second assertion is not required. 
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(2) Once small entity status is withdrawn pursuant to para- 
graph (f)(2) of this section, a new written assertion is required 
to again obtain small entity status. 


(e) Assertion requires a determination of entitlement to pay 
small entity fees. Prior to submitting an assertion of entitlement 
to small entity status in an application, including a related, 
continuing, or reissue application, a determination of such enti- 
tlement should be made pursuant to the requirements of § 1.9(f). 
It should be determined that all parties holding rights in the 
invention qualify for small entity status. The Office will gener- 
ally not question any assertion of small entity status that is 
made in accordance with the requirements of this section, but 
note paragraph (g) of this section. 


(f)(1) New determination of entitlement to small entity status 
is needed when issue and maintenance fees are due. Once 
status as a small entity has been established in an application 
or patent, fees as asmall entity may thereafter be paid in that 
application or patent without regard to a change in status until 
the issue fee is due or any maintenance fee is due. 


(2) Notification of loss of entitlement to small entity status 
is required when issue and maintenance fees are due. Notifica- 
tion of a loss of entitlement to small entity status must be filed 
in the application or patent prior to paying, or at the time of 
paying, the earliest of the issue fee or any maintenance fee due 
after the date on which status as a small entity as defined in 
§ 1.9(f) is no longer appropriate. The notification that small 
entity status is no longer appropriate must be signed by a party 
identified in § 1.33(b). Payment of a fee in other than the small 
entity amount is not sufficient notification that small entity 
status is no longer appropriate. 


(g) Fraud attempted or practiced on the Office. (1) Any 
attempt to fraudulently establish status as a small entity, or to 
pay fees as a small entity, shall be considered as a fraud prac- 
ticed or attempted on the Office. 


(2) Improperly, and with intent to deceive, establishing status 
as a small entity, or paying fees as a small entity, shall be 
considered as a fraud practiced or attempted on the Office. 


13. Section 1.28 is proposed to be revised to read as follows: 


§ 1.28 Refunds when small entity status is later established; 
how errors in small entity status are excused. 


(a) Refunds based on later establishment of small entity 
status: A refund pursuant to § 1.26 of this part, based on 
establishment of small entity status, of a portion of fees timely 
paid in full prior to establishing status as a small entity may 
only be obtained if an assertion under § 1.27(b) and a request 
for a refund of the excess amount are filed within three months 
of the date of the timely payment of the full fee. The three- 
month time period is not extendable under § 1.136. Status as 
a small entity is waived for any fee by the failure to establish 
the status prior to paying, at the time of paying, or within three 
months of the date of payment of, the full fee. 


(b) Date of payment. (1) The three-month period for 
requesting a refund, pursuant to paragraph (a) of this section, 
starts on the date that a full fee has been paid as defined in § 
1.22(c); 


(2) The date when a deficiency payment is paid in full 
determines the amount of deficiency that is due, pursuant to 
paragraph (c) of this section, and is defined in § 1.22(c). 


(c) How errors in small entity status are excused. If status 
as a small entity is established in good faith, and fees as a 
small entity are paid in good faith, in any application or patent, 
and it is later discovered that such status as a small entity was 
established in error, or that through error the Office was not 
notified of a loss of entitlement to small entity status as required 
by § 1.27(f)(2), the error will be excused upon: compliance 
with the separate submission and itemization requirements of 
paragraphs (c)(1) and (c)(2) of this section, and the deficiency 
payment requirement of paragraph (c)(2) of this section: 
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(1) Separate submission required for each application or 
patent. Any paper submitted under this paragraph must be 
limited to the deficiency payment (all fees paid in error), 
required by paragraph (c)(2) of this section, for one application 
or one patent. Where more than one application or patent is 
involved, separate submissions ofdeficiency payments (e.g., 
checks) and itemizations are required for each application or 
patent. See § 1.4(b). 


(2) Payment of deficiency owed. The deficiency owed, 
resulting from the previous erroneous payment of small entity 
fees, must be paid. 


(i) Calculation of the deficiency owed. The deficiency owed 
for each previous fee erroneously paid as a small entity is the 
difference between the current fee amount (for other than a 
small entity) on the date the deficiency is paid in full and the 
amount of the previous erroneous (small entity) fee payment. 
The total deficiency payment owed is the sum of the individual 
deficiency owed amounts for each fee amount previously erron- 
eously paid as a small entity; 


(ii) Itemization of the deficiency payment. An itemization of 
the total deficiency payment is required. The itemization must 
include the following information: 


(A) Each particular type of fee that was erroneously paid 
as a small entity, (e.g., basic statutory filing fee, two-month 
extension of time fee) along with the current fee amount for 
a non-small entity; 


(B) The small entity fee actually paid, and when. This will 
permit the Office to differentiate, for example, between two 
one-month extension of time fees erroneously paid as a small 
entity but on different dates; 


(C) The deficiency owed amount (for each fee erroneously 
paid); and 


(D) The total deficiency payment owed, which is the sum 
or total of the individual deficiency owed amounts set forth in 
paragraph (c)(2)(ii)(C) of this section. 


(3) Failure to comply with requirements. If the requirements 
of paragraphs (c)(1) and (c)(2) of this section are not complied 
with, such failure will either: be treated as an authorization for 
the Office to process the deficiency payment and charge the 
processing fee set forth in § 1.17(i), or result in a requirement 
for compliance within a one-month non-extendable time period 
to avoid the return of the fee deficiency paper, at the option 
of the Office. 


(d) Payment of deficiency operates as notification of loss of 
status. Any payment submitted under paragraph (c) of this 
section will be treated under § 1.27(f)(2) as a notification of 
a loss of entitlement to small entity status. 


14. Section 1.33 is proposed to be amended by revising 
paragraphs(a) and (b) to read as follows: 


§ 1.33 Correspondence respecting patent applications, reex- 
amination proceedings, and other proceedings. 


(a) Correspondence address and daytime telephone number. 
When filing an application, a correspondence address must be 
set forth in either an application data sheet (§ 1.76), or elsewhere 
in a clearly identifiable manner in any paper submitted with 
an application filing. If no correspondence address is specified, 
the Office may treat the mailing address of the first named 
inventor (if provided, see § 1.76(b)(1) and § 1.63(c)(2)) as 
the correspondence address. The Office will direct all notices, 
official letters, and other communications relating to the appli- 
cation to the correspondence address. The Office will not 
engage in double correspondence with an applicant and an 
attorney or agent, or with more than one attorney or agent 
except as deemed necessary by the Commissioner. If more 
than one correspondence address is specified, the Office will 
establish one as the correspondence address. For the party to 
whom correspondence is to be addressed, a daytime telephone 
number should be supplied in a clearly identifiable manner and 
may be changed by any party who may change the correspon- 
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dence address. The correspondence address may be changed 
as follows: 


(1) Prior to filing of a § 1.63 oath or declaration by any of 


the inventors. If a Sec. 1.63 oath or declaration has not been 
filed by any of the inventors, the correspondence address may 
be changed by the party who filed the application. If the applica- 
tion was filed by a registered attorney or agent, any other 
registered practitioner named in the transmittal papers may also 
change the correspondence address. Thus, the inventor(s), any 
registered practitioner named in the transmittal papers accom- 
panying the original application, or a party that will be the 
assignee who filed the application, may change the correspon- 
dence address in that application under this paragraph. 


(2) Where a § 1.63 oath or declaration has been filed by 
any of the inventors. If a § 1.63 oath or declaration has been 
filed, or is filed concurrent with the filing of an application, 
by any of the inventors, the correspondence address may be 
changed by the parties set forth in paragraph (b) of this section, 
except for (b)(2). 


(b) Amendments and other papers: Amendments and other 
papers filed in the application must be signed by: 


(1) An attorney or agent of record appointed in compliance 
with § 1.34(b); 


(2) A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of § 1.34(a); 


(3) An assignee as provided for under § 3.71(b) of this 
chapter; or 


(4) All of the applicants (§ 1.41(b)) for patent, unless there 
is an assignee of the entire interest and such assignee has taken 
action in the application in accordance with § 3.71 of this 
chapter. 


x**eKK * 


15. Section 1.41 is proposed to be amended by revising 
paragraph(a) to read as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed 
by § 1.63, except as provided for in § 1.53(d)(4) and § 1.63(d). 
If an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless applicant files a paper 
including the processing fee set forth in § 1.17(i) and supplying 
or changing the name or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that 
inventorship set forth in the cover sheet as prescribed by § 
1.51(c)(1). If a cover sheet as prescribed by § 1.51(c)(1) is not 
filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless applicant files a paper 
including the processing fee set forth in § 1.17(q) and supplying 
or changing the name or names of the inventor or inventors 


(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the 
name, residence, and citizenship of each person believed to be 
an actual inventor should be provided when the application 
papers pursuant to § 1.53(b) or (c) are filed. 


(4) The inventors who submitted an application under §§ 
1.494 or 1.495 are the inventors in the international application 
designating the United States. 


** * KX 
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§ 1.44 [Removed and reserved] 


16. Section 1.44 is proposed to be removed and reserved. 


17. Section 1.47 is proposed to be revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
himself or herself and the nonsigning inventor. The oath or 
declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, the fee set forth 
in § 1.17(h), and the last known address of the nonsigning 
inventor. The nonsigning inventor may subsequently join in 
the application on filing an oath or declaration complying with 
§ 1.63. 


(b) Whenever all of the inventors refuse to execute an applica- 
tion for patent, or cannot be found or reached after diligent 
effort, a person to whom an inventor has assigned or agreed 
in writing to assign the invention, or who otherwise shows 
sufficient proprietary interest in the matter justifying such 
action, may make application for patenton behalf of and as 
agent for all the inventors. The oath or declaration in such an 
application must be accompanied by a petition including proof 
of the pertinent facts, a showing that such action is necessary 
to preserve the rights of the parties or to prevent irreparable 
damage, the fee set forth in § 1.17(h), and the last known 
address of all of the inventors. An inventor may subsequently 
join in the application on filing an oath or declaration complying 
with § 1.63. 


(c) The Office will send notice of the filing of the application 
to all inventors who have not joined in the application at the 
address(es) provided in the petition under this section, and 
publish notice of the filing of the application in the Official 
Gazette. The Office may dispense with this notice provision 
in a continuation or divisional application, if notice regarding 
the filing of the prior application was given to the nonsigning 
inventor(s). 


18. Section 1.48 is proposed to be revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, 
other than a reissue application, pursuant to 35 U.S.C. 116. 


(a) Nonprovisional application after oath/declaration filed. 
If the inventive entity is set forth in error in an executed § 1.63 
oath or declaration in a nonprovisional application, and such 
error arose without any deceptive intention on the part of the 
person named as an inventor in error or on the part of the 
person who through error was not named as an inventor, the 
inventorship of the nonprovisional application may be amended 
to name only the actual inventor or inventors. If the nonprovi- 
sional application is involved in an interference, the amendment 
must comply with the requirements of this section and must 
be accompanied by a motion under § 1.634. Amendment of 
the inventorship requires: 


(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 


(2) A statement from each person being added as an inventor 
and from each person being deleted as an inventor that the 
error in inventorship occurred without deceptive intention on 
his or her part; 


(3) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 
(4) The processing fee set forth in § 1.17(i); and 


(5) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b) of this chapter). 


(b) Nonprovisional application-fewer inventors due to 
amendment or cancellation of claims. If the correct inventors 
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are named in a nonprovisional application, and the prosecution 
of the nonprovisional application results in the amendment or 
cancellation of claims so that fewer than all of the currently 
named inventors are the actual inventors of the invention being 
claimed in the nonprovisional application, an amendment must 
be filed requesting deletion of the name or names of the person 
or persons who are not inventors of the invention being claimed. 
If the application is involved in an interference, the amendment 
must comply with the requirements of this section and must 
be accompanied by a motion under § 1.634. Amendment of 
the inventorship requires: 


(1) A request, signed by a party set forth in § 1.33(b), to 
correct the inventorship that identifies the named inventor or 
inventors being deleted and acknowledges that the inventor’s 
invention is no longer being claimed in the nonprovisional 
application; and 


(2) The processing fee set forth in § 1.17(i). 


(c) Nonprovisional application-inventors added for claims 
tounclaimed subject matter. If a nonprovisional application 
discloses unclaimed subject matter by an inventor or inventors 
not named in the application, the application may be amended 
to add claims to the subject matter and name the correct inven- 
tors for the application. If the application is involved in an 
interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Amendment of the inventorship requires: 


(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 


(2) A statement from each person being added as an inventor 
that the addition is necessitated by amendment of the claims 
and that the inventorship error occurred without deceptive inten- 
tion on his or her part; 


(3) An oath or declaration by the actual inventors as required 
by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(4) The processing fee set forth in § 1.17(i); and 


(5) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b) of this chapter). 


(d) Provisional application-adding omitted inventors. If the 
name or names of an inventor or inventors were omitted in a 
provisional application through error without any deceptive 
intention on the part of the omitted inventor or inventors, the 
provisional application may be amended to add the name or 
names of the omitted inventor or inventors. Amendment of the 
inventorship requires: 


(1) A request, signed by a party set forth in § 1.33(b), to 
correct the inventorship that identifies the inventor or inventors 
being added and states that the inventorship error occurred 
without deceptive intention on the part of the omitted inventor 
or inventors; and 


(2) The processing fee set forth in § 1.17(q). 


(e) Provisional application-deleting the name or names of 
the inventor or inventors. If a person or persons were named 
as an inventor or inventors in a provisional application through 
error without any deceptive intention on the part of such person 
or persons, an amendment may be filed in the provisional 
application deleting the name or names of the person or persons 
who were erroneously named. Amendment of the inventorship 
requires: 


(1) A request to correct the inventorship that sets forth the 
desired inventorship change; 


(2) A statement by the person or persons whose name or 
names are being deleted that the inventorship error occurred 
without deceptive intention on the part of such person or per- 
sons; 


(3) The processing fee set forth in § 1.17(q); and 
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(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b) of this chapter). 


(f)(1) Nonprovisional application-filing executed oath/decla- 
ration corrects inventorship. If the correct inventor or inventors 
are not named on filing a nonprovisional application under § 
1.53(b) without an executed oath or declaration under § 1.63 
by any of the inventors, the first submission of an executed 
oath or declaration under § 1.63 by any of the inventors during 
the pendency of the application will act to correct the earlier 
identification of inventorship. See § 1.497(d) for submission 
of an executed oath or declaration to enter the national stage 
under 35 U.S.C. 371 and § 1.494 or § 1.495 naming an inventive 
entity different from the inventive entity set forth in the interna- 
tional stage. 


(2) Provisional application-filing cover sheet corrects inven- 
torship. If the correct inventor or inventors are not named on 
filing a provisional application without a cover sheet under § 
1.51(c)(1), the later submission of a cover sheet under § 
1.51(c)(1) during the pendency of the application will act to 
correct the earlier identification of inventorship. 


(g) Additional information may be required. The Office may 
require such other information as may be deemed appropriate 
under the particular circumstances surrounding the correction 
of inventorship. 


(h) Reissue applications not covered. The provisions of this 
section do not apply to reissue applications. See §§ 1.171 and 
1.175 for correction of inventorship in a patent via a reissue 
application. 


(i) Correction of inventorship in patent or interference. See 
§ 1.324 for correction of inventorship in a patent, and § 1.634 
for correction of inventorship in an interference. 


19. Section 1.51 is proposed to be amended by revising 
paragraph(b) to read as follows: 


§ 1.51 General requisites of an application. 


* kK KK 


(b) A complete application filed under § 1.53(b) or § 1.53(d) 
comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including 
a claim or claims, see §§ 1.71 to 1.77; 


(2) An oath or declaration, see §§ 1.63 and 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


* * * * * 
20. Section 1.52 is proposed to be revised to read as follows: 
§ 1.52 Language, paper, writing, margins. 


(a) Papers which are to become a part of the permanent 
Patent and Trademark Office records in the file of a patent 
application. (1) All papers, other than drawings, which are to 
become a part of the permanent Patent and Trademark Office 
records in the file of a patent application must be on sheets of 
paper that are: 


(i) Flexible, strong, smooth, non-shiny, durable, and white; 


(ii) Either 21.0 cm by 29.7 cm (DIN size A4) or 21.6 cm 
by 27.9 cm (8 1/2 by 11 inches), with each sheet including a 
top margin of at least 2.0 cm (3/4 inch), a left side margin of 
at least 2.5 cm (1 inch), a right side margin of at least 2.0 cm 
(3/4 inch), and a bottom margin of at least 2.0 cm (3/4 inch); 


(iii) Written on only one side in portrait orientation; 


(iv) Plainly and legibly written either by a typewriter or 
machine printer in permanent dark ink or its equivalent; and 
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(v) Presented in a form having sufficient clarity and contrast 
between the paper and the writing thereon to permit the direct 
reproduction of readily legible copies in any number by use 
of photographic, electrostatic, photo-offset, and microfilming 
processes and electronic capture by use of digital imaging and 
optical character recognition. 


(2) All papers which are to become a part of the permanent 
records of the Patent and Trademark Office should have no 
holes in the sheets as submitted. 


(3) The provisions of this paragraph and paragraph (b) of 
this section do not apply to the pre-printed information on 
forms provided by the Office. 


(4) See § 1.58 for chemical and mathematical formulae and 
tables, and § 1.84 for drawings. 


(5) If papers are submitted as part of the permanent record, 
other than the drawings, that do not comply with paragraph 
(a)(1) of this section the Office may at its option: 


(i) Convert the papers submitted by applicant into papers 
that do comply with paragraph (a)(1) of this section and charge 
the applicant the costs incurred by the Office in doing so (§ 
1.21(j)); or 


(ii) Require that the applicant provide substitute papers that 
comply with paragraph (a)(1) of this section within a set time 
period. 


(b) The application (specification, including the claims, 
drawings, and oath or declaration) and any amendments or 
corrections to the application. (1) The application and any 
amendments or corrections to the application (including any 
translation submitted pursuant to paragraph (d) of this section), 
except as provided for in § 1.69 and paragraph (d) of this 
section, must: 


(i) Comply with the requirements of paragraph (a) of this 
section; and 


(ii) Be in the English language or be accompanied by a 
translation of any corrections or amendments into the English 
language together with a statement that the translation is accu- 
rate. 


(2) The specification (including the abstract and claims), and 
any amendments to the specification, must have: 

(i) Lines that are | 1/2 or double spaced; 

(ii) Text written in a block (nonscript) type font or lettering 
style having capital letters which are at least 0.21 cm (0.08 
inch) high; and 

(iii) No more than a single column of text. 

(3) The claim or claims must commence on a separate sheet 
(§ 1.75(h)). 

(4) The abstract must commence on a separate sheet (§ 
1.72(b)). 


(5) The pages of the specification including claims and 
abstract must be numbered consecutively, starting with 1, the 
numbers being centrally located above or preferably, below, 
the text. 


(6) Paragraphs in the specification, other than in the claims 
or abstract, should be individually and consecutively numbered 
using Arabic numerals, so as to unambiguously identify each 
paragraph. The number should consist of at least four numerals 
contained in square brackets, including leading zeros (e.g., 
[0001}). The numbers and enclosing brackets should appear to 
the right of the left margin as the first item in each paragraph, 
before the first word of the paragraph, and should be highlighted 
in bold. A gap, equivalent to approximately four spaces, should 
follow the number. Nontext elements (e.g., tables, mathematical 
or chemical formulas, chemical structures, and sequence data) 
are considered part of the numbered paragraph around or above 
the elements, and should not be independently numbered. Even 
if a nontext element extends to the left margin, it should not 
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be numbered as a separate and independent paragraph. A list 
is also treated as part of the paragraph around or above the 
list, and should not be independently numbered. Paragraph or 
section headers (titles), whether abutting the left margin or 
centered on the page, are not considered paragraphs and should 
not be numbered. 


(7) If papers are submitted as part of the application that do 
not comply with paragraphs (b)(1) through (b)(5) of this section, 
the Office may at its option: 


(i) Convert the papers submitted by applicant into papers 
that do comply with paragraphs (b)(1) through (b)(5) of this 
section and charge the applicant the costs incurred by the Office 
in doing so (§ 1.21(j)); or 


(ii) Require that the applicant provide substitute papers that 
comply with paragraphs (b)(1) through (b)(5) of this section 
within a set time period. 


(c)(1) Any interlineation, erasure, cancellation or other alter- 
ation of the application papers filed must be made before the 
signing of any accompanying oath or declaration pursuant to 
§ 1.63 referring to those application papers and should be dated 
and initialed or signed by the applicant on the same sheet of 
paper. Application papers containing alterations made after the 
signing of an oath or declaration referring to those application 
papers must be supported by a supplemental oath or declaration 
under § 1.67. In either situation, a substitute specification (§ 
1.125) is required if the application papers do not comply with 
paragraphs (a) and (b) of this section. 


(2) After the signing of the oath or declaration referring to 
the application papers, amendments may only be made in the 
manner provided by § 1.121. 


(3) Notwithstanding the provisions of this paragraph, if an 
oath or declaration is a copy of the oath or declaration from a 
prior application, the application for which such copy is sub- 
mitted may contain alterations that do not introduce matter that 
would have been new matter in the prior application. 


(d) A nonprovisional or provisional application may be filed 
in a language other than English. 


(1) Nonprovisional application. If a nonprovisional applica- 
tion is filed in a language other than English, an English lan- 
guage translation of the non-English language application, a 
statement that the translation is accurate, and the processing 
fee set forth in § 1.17(i) are required. If these items are not 
filed with the application, applicant will be notified and given 
a period of time within which they must be filed in order to 
avoid abandonment. 


(2) Provisional application: If a provisional application is 
filed in a language other than English, an English language 
translation of the non-English language provisional application 
will not be required in the provisional application. If a nonprovi- 
sional application claims the benefit of such provisional appli- 
cation, however, an English language translation of the non- 
English language provisional application and a statement that 
the translation is accurate must be supplied if the nonprovisional 
application is involved in an interference (§ 1.630), or when 
specifically required by the examiner. 


21. Section 1.53 is proposed to be amended by revising 
paragraphs (c)(1), (c)(2), (d)(4), (e)(2), (f) and (g) and adding 
paragraph (d)(10) to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


x****K* 
lita 


(1) A provisional application must also include the cover 
sheet required by § 1.51(c)(1), which may be an application 
data sheet (§ 1.76), or a cover letter identifying the application 
as a provisional application. Otherwise, the application will 
be treated as an application filed under paragraph (b) of this 
section. 
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(2) An application for patent filed under paragraph (b) of 
this section may be converted to a provisional application and 
be accorded the original filing date of the application filed 
under paragraph (b) of this section. The grant of such a request 
for conversion will not entitle applicant to a refund of the 
fees which were properly paid in the application filed under 
paragraph (b) of this section. Such a request for conversion 
must be accompanied by the processing fee set forth in § 1.17(q) 
and be filed prior to the earliest of: 


(i) Abandonment of the application filed under paragraph 
(b) of this section; 


(ii) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(iii) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(iv) The filing of a request for a statutory invention registra- 
tion under § 1.293 in the application filed under paragraph (b) 
of this section. 


** Ke * * 


(d) * * * 


(4) An application filed under this paragraph may be filed 
by fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion 
of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application. 
No person may be named as an inventor in an application filed 
under this paragraph who was not named as an inventor in the 
prior application on the date the application under this paragraph 
was filed, except by way of correction of inventorship under 
§ 1.48. 


* * * * * 


(10) See § 1.103(b) for requesting a limited suspension of 
action in an application filed under this paragraph. 


(e) * * * 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or draw- 
ing(s), must be by way of a petition pursuant to this paragraph 
accompanied by the fee set forth in § 1.17(h). In the absence 
of a timely (§ 1.181(f)) petition pursuant to this paragraph, the 
filing date of an application in which the applicant was notified 
of a filing error pursuant to paragraph (e)(1) of this section 
will be the date the filing error is corrected. 


x*K KK * 


(f) Completion of application subsequent to filing-Nonprovi- 
sional (including continued prosecution and reissue) applica- 
tion. (1) If an application which has been accorded a filing 
date pursuant to paragraph (b) or (d) of this section does not 
include the basic filing fee, or if an application which has been 
accorded a filing date pursuant to paragraph (b) of this section 
does not include an oath or declaration by the applicant pursuant 
to §§ 1.63, 1.162 or 1.175, and applicant has provided a corre- 
spondence address (§ 1.33(a)), applicant will be notified and 
given a period of time within which to pay the filing fee, file 
an oath or declaration in an application under paragraph (b) of 
this section, and pay the surcharge required by § 1.16(e) to 
avoid abandonment. 


(2) If an application which has been accorded a filing date 
pursuant to paragraph (b) of this section does not include the 
basic filing fee or an oath or declaration by the applicant pur- 
suant to §§ 1.63, 1.162 or 1.175, and applicant has not provided 
a correspondence address (§ 1.33(a)), applicant has two months 
from the filing date of the application within which to pay the 
basic filing fee, file an oath or declaration, and pay the surcharge 
required by § 1.16(e) to avoid abandonment. 
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(3) This paragraph applies to continuation or divisional appli- 
cations under paragraphs (b) or (d) of this section and to continu- 
ation-in-part applications under paragraph (b) of this section. 


(4) See § 1.63(d) concerning the submission of a copy of 
the oath or declaration from the prior application for a continua- 
tion or divisional application under paragraph (b) of this section. 


(5) If applicant does not pay one of the basic filing fee or 
the processing and retention fee set forth in § 1.21(1) during 
the pendency of the application, the Office may dispose of the 
application. 


(g) Completion of application subsequent to filing-provi- 
sional application. (1) If a provisional application which has 
been accorded a filing date pursuant to paragraph (c) of this 
section does not include the cover sheet required by § 1.51(c)(1) 
or the basic filing fee (§ 1.16(k)), and applicant has provided 
a correspondence address (§ 1.33(a)), applicant will be notified 
and given a period of time within which to pay the basic filing 
fee, file a cover sheet (§ 1.51(c)(1)), and pay the surcharge 
required by § 1.16(1) to avoid abandonment. 


(2) If a provisional application which has been accorded a 
filing date pursuant to paragraph (c) of this section does not 
include the cover sheet required by § 1.51(c)(1) or the basic 
filing fee (§ 1.16(k)), and applicant has not provided a corre- 
spondence address (§ 1.33(a)), applicant has two months from 
the filing date of the application within which to pay the basic 
filing fee, file a cover sheet (§ 1.51(c)(1)), and pay the surcharge 
required by § 1.16(1) to avoid abandonment. 


(3) If applicant does not pay the basic filing fee during the 
pendency of the application, the Office may dispose of the 
application. 


* * * *K * 


22. Section 1.55 is proposed to be amended by revising 
paragraph(a) to read as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim the 
benefit of the filing date of one or more prior foreign applica- 
tions under the conditions specified in 35 U.S.C. 119(a) through 
(d), 172, and 365(b). 


(1) The claim for priority must identify the foreign applica- 
tion for which priority is claimed, as well as any foreign applica- 
tion for the same subject having a filing date before that of 
the application for which priority is claimed, by specifying the 
application number, country (or intergovernmental organiza- 
tion), day, month, and year of its filing. 


(2)(i) In an application filed under 35 U.S.C. 111(a), the 
claim for priority and the certified copy of the foreign applica- 
tion specified in 35 U.S.C. 119(b) must be filed before the 
patent isgranted. 


(ii) In an application that entered the national stage from an 
international application after compliance with 35 U.S.C. 371, 
the claim for priority must be made within the time limit set 
forth in the PCT and the Regulations under the PCT. If the 
certified copy of the foreign application has not been filed in 
accordance with the PCT and the Regulations under the PCT, 
it must be filed before the patent is granted. 


(iii) When the application becomes involved in an interfer- 
ence (§ 1.630), when necessary to overcome the date of a 
reference relied upon by the examiner, or when deemed neces- 
sary by the examiner, the Office may require that the claim 
for priority and the certified copy of the foreign application be 
filed earlier than provided in paragraph (a)(2)(i) or (a)(2)(ii) 
of this section. 


(iv) If the claim for priority or the certified copy of the 
foreign application is filed after the date the issue fee is paid, 
it must be accompanied by the processing fee set forth in § 
1.17(i) but the patent will not include the priority claim unless 
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corrected by acertificate of correction under 35 U.S.C. 255 and 
§ 1.323 of this part. 


(3) An English-language translation of a non-English-lan- 
guage foreign application is not required except when the appli- 
cation is involved in an interference (§ 1.630), when necessary 
to overcome the date of a reference relied upon by the examiner, 
or when specifically required by the examiner. If an English- 
language translation is required, it must be filed together with 
a statement that the translation of the certified copy is accurate. 


* KKK * 


23. Section 1.56 is proposed to be amended by adding a new 
paragraph (e) to read as follows: 


§ 1.56 Duty to disclose information material to patentability. 


xe KK * 


(e) In any continuation-in-part application, the duty under 
this section includes the duty to disclose to the Office all 
information known to the person to be material to patentability, 
as defined in paragraph (b) of this section, which became 
available between the filing date of the prior application and 
the national or PCT international filing date of the continuation- 
in-part application 


24. Section 1.59 is proposed to be amended by revising 
paragraph(b) to read as follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 


KK KKK 


(b) An applicant may request that the Office expunge and 
return information, other than what is excluded by paragraph 
(a)(2) of this section, by filing a petition under this paragraph. 
Any petition to expunge and return information from an applica- 
tion must include the fee set forth in § 1.17(h) and establish 
to the satisfaction of the Commissioner that the return of the 
information is appropriate. 


Kk KOK * 


25. Section 1.63 is proposed to be amended by revising 
paragraphs (a), (b), (c) and (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part 
of a nonprovisional application must: 


(1) Be executed (i.e., signed) in accordance with either § 
1.66 or § 1.68: 


(2) Identify each inventor and country of citizenship of each 
inventor; and 


(3) State that the person making the oath or declaration 
believes the named inventor or inventors to be the original and 
first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought. 


(b) In addition to meeting the requirements of paragraph (a), 
the oath or declaration must also: 


(1) Identify the application to which it is directed; 


(2) State that the person making the oath or declaration 
has reviewed and understands the contents of the application, 
including the claims, as amended by any amendment specifi- 
cally referred to in the oath or declaration; and 


(3) State that the person making the oath or declaration 
acknowledges the duty to disclose to the Office all information 
known to the person to be material to patentability as defined 
in § 1.56. 
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(c) Unless such information is supplied on an application 
data sheet in accordance with § 1.76, the oath or declaration 
must also identify: 


(1) Each inventor, by full name, including the family name, 
and at least one given name without abbreviation together with 
any other given name or initial; 


(2) The mailing address and residence (if different from the 
mailing address) of each inventor; and 


(3) Any foreign application for patent (or inventor’ s certifi- 
cate) for which a claim for priority is made pursuant to § 1.55, 
and any foreign application having a filing date before that of 
the application on which priority is claimed, by specifying the 
application number, country, day, month, and year of its filing. 


(e) A newly executed oath or declaration must be filed in 
any continuation-in-part application, which application may 
name all, more, or fewer than all of the inventors named in 
the prior application 


26. Section 1.64 is proposed to be revised to read as follows: 
§ 1.64 Person making oath or declaration. 


(a) The oath or declaration (§ 1.63), including any supple- 
mental oath or declaration (§ 1.67), must be made by all of 
the actual inventors except as provided for in §§ 1.42, 1.43, 
1.47 or 1.67. 


(b) If the person making the oath or declaration or any 
supplemental oath or declaration is not the inventor (§§ 1.42, 
1.43, 1.47 or 1.67), the oath or declaration shall state the rela- 
tionship of the person to the inventor, and, upon information 
and belief, the facts which the inventor is required to state. If 
the person signing the oath or declaration is the legal representa- 
tive of a deceased inventor, the oath or declaration shall also 
state that the person is a legal representative and the citizenship, 
residence and mailing address of the legal representative. 


27. Section 1.67 is proposed to be amended by revising 
paragraph(a) and removing paragraph (c) to read as follows: 


§ 1.67 Supplemental oath or declaration. 


(a) The Office may require a supplemental oath or declaration 
meeting the requirements of § 1.63 or § 1.162 to correct any 
deficiencies or inaccuracies present in the earlier filed oath or 
declaration. If the earlier filed oath or declaration complied 
with § 1.63(a), the Office may permit the supplemental oath 
or declaration to be made by fewer than all of the inventors 
or by an applicant other than the inventor. 


28. Section 1.72 is proposed to be revised to read as follows 
§ 1.72 Title and abstract. 


(a) Unless the title is supplied in an application data sheet 
(§ 1.76), the title of the invention, which should be as short 
and specific as possible, should appear as a heading on the 
first page of the specification. 


(b) A brief abstract of the technical disclosure in the specifi- 
cation must commence on a separate sheet, preferably following 
the claims, under the heading *‘Abstract’’ or “‘Abstract of the 
Disclosure.”’ The abstract in an application filed under 35 
U.S.C. 111 may not exceed 150 words in length. The purpose 
of the abstract is to enable the Patent and Trademark Office 
and the public generally to determine quickly from a cursory 





1232 OG 304 
(123) 


inspection the nature and gist of the technical disclosure. The 
abstract will not be used for interpreting the scope of the claims. 


29. A new § 1.76 is proposed to be added to read as follows: 
§ 1.76 Application data sheet. 


(a) An application data sheet is a sheet or sheets containing 
bibliographic data concerning a patent application arranged in 
a specified format. If an application data sheet is provided, the 
application data sheet is part of the application. 


(b) Bibliographic data as used in paragraph (a) of this section 
includes: 


(1) Applicant information. This information includes the 
name, residence, mailing address, and citizenship of each appli- 
cant (§ 1.41(b)). The name of each applicant must include the 
family name, and at least one given name without abbreviation 
together with any other given name or initial. If the applicant 
is not an inventor, this information also includes the applicant’ s 
authority (§§ 1.42, 1.43 and 1.47) to apply for the patent on 
behalf of the inventor. The citizenship of each inventor must 
be provided in the oath or declaration under § 1.63 even if it 
is provided in the application data sheet (35 U.S.C. 115). 


(2) Correspondence information. This information includes 
the correspondence address, which may be indicated by refer- 
ence to a customer number, to which correspondence is to be 
directed (see § 1.33(a)). 


(3) Application information. This information includes the 
title of the invention, the total number of drawing sheets, 
whether the drawings are formal, any docket number assigned 
to the application, and the type (e.g., utility, plant, design, 
reissue utility, provisional) of application, and whether the 
application discloses any significant part of the subject matter 
of an application under a secrecy order pursuant to § 5.2 of 
this chapter (see § 5.2(c)). 


(4) Representative information. This information includes 
the registration number of each practitioner, or the customer 
number, having a power of attorney or authorization of agent 
in the application. Providing this information in the application 
data sheet does not constitute a power of attorney or authoriza- 
tion of agent in the application (see § 1.34(b)). 


(5) Domestic priority information. This information includes 
the application number, the filing date, the status (including 
patent number if available), and relationship of each application 
for which a benefit is claimed under 35 U.S.C. 119(e), 120, 
121, or 365(c). Providing this information in the application 
data sheet constitutes the specific reference required by 35 
U.S.C. 119(e) or 120 and § 1.78(a)(2) or § 1.78(a)(4) of this 
part. 


(6) Foreign priority information. This information includes 
the application number, country, and filing date of each foreign 
application for which priority is claimed, as well as any foreign 
application having a filing date before that of the application 
for which priority is claimed. Providing this information in 
the application data sheet constitutes the claim for priority as 
required by 35 U.S.C. 119(b) and § 1.55(a) of this part. 


(c) If an application contains an application data sheet, any 
inconsistency between the information provided in the applica- 
tion data sheet and the oath or declaration under § 1.63 will 
be resolved in favor of the information provided in the applica- 
tion data sheet. A supplemental application data sheet may be 
submitted to correct or update information provided in a pre- 
vious application data sheet. 


30. Section 1.77 is proposed to be revised to read as follows: 
§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should 
appear in the following order: 


(1) Utility application transmittal form. 
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(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 
(4) Specification. 

(5) Drawings. 

(6) Executed oath or declaration. 


(b) The specification should include the following sections 
in order: 


(1) Title of the invention, which may be accompanied by 
an introductory portion stating the name, citizenship and resi- 
dence of the applicant. 


(2) Cross-reference to related applications (unless included 
in the application data sheet). 


(3) Statement regarding federally sponsored research or 
development. 


(4) Reference to a ‘‘computer program listing appendix’’ 
(see § 1.96 (c)). 


(5) Background of the invention. 

(6) Brief summary of the invention. 

(7) Brief description of the several views of the drawing. 
(8) Detailed description of the invention. 

(9) A claim or claims. 

(10) Abstract of the disclosure. 

(11) Sequence listing (see §§ 1.821 through 1.825). 


(c) The text of the specification sections defined in para- 
graphs (b)(1) through (b)(3) and (b)(5) through (b)(11) of this 
section, if applicable, should be preceded by a section heading 
in uppercase and without underlining or bold type. 


31. Section 1.78 is proposed to be amended by revising 
paragraphs (a)(2), (a)(4) and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


j@)*** 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain a reference to each such prior applica- 
tion, identifying it by application number (consisting of the 
series code and serial number) or international application 
number and international filing date and indicating the relation- 
ship of the applications. Unless the reference required by this 
paragraph is included in an application data sheet (§ 1.76), 
the specification must contain or be amended to contain such 
reference in the first sentence following the title. The request 
for a continued prosecution application under § 1.53(d) is the 
specific reference required by 35 U.S.C. 120 to the prior appli- 
cation. The identification of an application by application 
number under this section is the specific reference required by 
35 U.S.C. 120 to every application assigned that application 
number. Cross-references to other related applications may be 
made when appropriate (see § 1.14). 


* KKK * 


(4) Any nonprovisional application claiming the benefit of 
one or more prior filed copending provisional applications must 
contain a reference to each such prior provisional application, 
identifying it as a provisional application, and including the 
provisional application number (consisting of series code and 
serial number). Unless the reference required by this paragraph 
is included in an application data sheet (§ 1.76), the specification 
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must contain or be amended to contain such reference in the 
first sentence following the title. 


** * *K * 


(c) If an application or a patent under reexamination and at 
least one other application naming different inventors are owned 
by the same party and contain conflicting claims, and there is 
no statement of record indicating that the claimed inventions 
were commonly owned or subject to an obligation of assignment 
to the same person at the time the later invention was made, 
the Office may require the assignee to state whether the claimed 
inventions were commonly owned or subject to an obligation 
of assignment to the same person at the time the later invention 
was made, and, if not, indicate which named inventor is the 
prior inventor. 


32. Section 1.84 is proposed to be revised to read as follows: 
§ 1.84 Standards for drawings. 


(a) Drawings. There are two acceptable categories for pres- 
enting drawings in utility patent applications: 


(1) Black ink. Black and white drawings are normally 
required. India ink, or its equivalent that secures solid black 
lines, must be used for drawings, or 


(2) Color. On rare occasions, color drawings may be neces- 
sary as the only practical medium by which to disclose the 
subject matter sought to be patented in a utility patent applica- 
tion or the subject matter of a statutory invention registration. 
The Patent and Trademark Office will accept color drawings 
in utility patent applications and statutory invention registra- 
tions only if color drawings are necessary for the understanding 
of the claimed invention and upon payment of the fee set forth 
in § 1.17(k) and submission of three sets of the color drawings. 
Color drawings are not permitted in international applications 
(see PCT Rule 11.13). If the subject matter of the application 
admits of illustration by a black and white drawing, the exam- 


iner may require a black and white drawing in place of the 
color drawing. The color drawings must be of sufficient quality 
so that all details in the drawings are reproducible in the printed 
patent. If color drawings are submitted, the specification must 
contain or be amended to contain the following language as 
the first paragraph of the brief description of the drawings: 


The file of this patent contains at least one drawing executed 
in color. Copies of this patent with color drawing(s) will be 
provided by the Patent and Trademark Office upon request and 
payment of the necessary fee. 


(b)(1) Photographs. Photographs are not ordinarily permitted 
in utility patent applications. The Office will accept photo- 
graphs in utility patent applications, however, if photographs 
are the only practicable medium for illustrating the claimed 
invention. If the subject matter of the application admits of 
illustration by a drawing, the examiner may require a drawing in 
place of the photograph. The photographs must be of sufficient 
quality so that all details in the photographs are reproducible 
in the printed patent. 


(2) Color photographs. Color photographs will be accepted 
in utility patent applications if the conditions for accepting color 
drawings and photographs have been satisfied. See paragraphs 
(a)(2) and (b)(1) of this section. 


(c) Identification of drawings. Identifying indicia, if pro- 
vided, should include the title of the invention, inventor’s name, 
and application number, or docket number (if any) if an applica- 
tion number has not been assigned to the application. If this 
information is provided, it must be placed on the front of each 
sheet and centered within the top margin. 


(d) Type of paper. Drawings submitted to the Office must 
be made on paper which is flexible, strong, white, smooth, 
non-shiny, and durable. All sheets must be reasonably free 
from cracks, creases, and folds. Only one side of the sheet may 
be used for the drawing. Each sheet must be reasonably free 
from erasures and must be free from alterations, overwritings, 
and interlineations. Photographs must be developed on paper 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 305 
(123) 


or be permanently mounted on Bristol board meeting the sheet- 
size requirements of paragraph (e) of this section and the margin 
requirements of paragraph (f) of this section. See paragraph 
(b) of this section for other requirements for photographs. 


(e) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 


(1) 21.0 cm by 29.7 cm (DIN size A4); or 
(2) 21.6 cm by 27.9 cm (8 1/2 by 11 inches). 


(f) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target 
points (i.e., cross-hairs) printed on two catercorner margin cor- 
ners. Each sheet must include a top margin of at least 2.5 cm 
(1 inch), a left side margin of at least 2.5 cm (1 inch), a right 
side margin of at least 1.5 cm (5/8 inch), and a bottom margin 
of at least 1.0 cm (3/8 inch), and must leave a sight no greater 
than 17.0 cm by 26.2 cm on 21.0 cm by 29.7 cm (DIN size 
A4) drawing sheets, and a sight no greater than 17.0 cm by 
24.4 cm (6 3/4 by 9 5/8 inches) on 21.6 cm by 27.9 cm (8 1/ 
2 by 11 inch) drawing sheets. 


(g) Scale. The scale to which a drawing is made must be 
large enough to show the mechanism without crowding when 
the drawing is reduced in size to two-thirds in reproduction. 
Indications such as ‘‘actual size’’ or “‘scale 1/2’’ on the draw- 
ings are not permitted since these lose their meaning with 
reproduction in a different format. 


(h) Character of lines, numbers, and letters. All drawings 
must be made by a process which will give them satisfactory 
reproduction characteristics. Every line, number, and letter must 
be durable, clean, black (except for color drawings), sufficiently 
dense and dark, and uniformly thick and well-defined. The 
weight of all lines and letters must be heavy enough to permit 
adequate reproduction. This requirement applies to all lines 
however fine, to shading, and to lines representing cut surfaces 
in sectional views. Lines and strokes of different thicknesses 
may be used in the same drawing where different thicknesses 
have a different meaning. 


(i) Legends. Suitable descriptive legends may be used subject 
to approval by the Office, or may be required by the examiner 
where necessary for understanding of the drawing. They should 
contain as few words as possible. 


(j) Numbers, letters, and reference characters. (1) Reference 
characters (numerals are preferred), sheet numbers, and view 
numbers must be plain and legible, and must not be used in 
association with brackets or inverted commas, or enclosed 
within outlines, e.g., encircled. They must be oriented in the 
same direction as the view so as to avoid having to rotate the 
sheet. 


(2) The English alphabet must be used for letters, except 
where another alphabet is customarily used, such as the Greek 
alphabet to indicate angles, wavelengths, and mathematical 
formulas. 


(3) Numbers, letters, and reference characters must measure 
at least 0.32 cm (1/8 inch) in height. 


(4) The same part of an invention appearing in more than 
one view of the drawing must always be designated by the 
same reference character, and the same reference character 
must never be used to designate different parts. 


(5) Only reference characters mentioned in the description 
may appear in the drawings. Reference characters mentioned 
in the description must appear in the drawings. 


(k) Lead lines. Lead lines are those lines between the refer- 
ence characters and the details to which they refer. Such lines 
may be straight or curved and should be as short as possible. 
They must originate in the immediate proximity of the reference 
character and extend to the feature indicated. Lead lines must 
not cross each other. Lead lines are required for each reference 
character except for those which indicate the surface or cross 
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section on which they are placed. Such a reference character 
must be underlined to make it clear that a lead line has not 
been left out by mistake. Lead lines must be executed in the 
same way as lines in the drawing. See paragraph (h) of this 
section. 


(1) Numbering of sheets of drawings. The sheets of drawings 
should be numbered in consecutive Arabic numerals, starting 
with 1, within the sight as defined in paragraph (g) of this 
section. These numbers, if present, must be placed in the middle 
of the top of the sheet, but not in the margin. The numbers 
can be placed on the right-hand side if the drawing extends 
too close to the middle of the top edge of the usable surface. 
The drawing sheet numbering must be clear and larger than 
the numbers used as reference characters to avoid confusion. 
The number of each sheet may be shown by two Arabic 
numerals placed on either side of an oblique line, with the first 
being the sheet number and the second being the total number 
of sheets of drawings, with no other marking. 


(m) Numbering of views. (1) The different views must be 
numbered in consecutive Arabic numerals, starting with 1, 
independent of the numbering of the sheets and, if possible, 
in the order in which they appear on the drawing sheet(s). 
Partial views intended to form one complete view, on one or 
several sheets, must be identified by the same number followed 
by a capital letter. View numbers must be preceded by the 
abbreviation ‘‘FIG.’’ Where only a single view is used in an 
application to illustrate the claimed invention, it must not be 
numbered and the abbreviation *‘FIG.’’ must not appear. 


(2) Numbers and letters identifying the views must be simple 
and clear and must not be used in association with brackets, 
circles, or inverted commas. The view numbers must be larger 
than the numbers used for reference characters. 


(n) Security markings. Authorized security markings may be 
placed on the drawings provided they are outside the sight, 


preferably centered in the top margin. 


(0) Corrections. Any corrections on drawings submitted to 
the Office must be durable and permanent. 


(p) See § 1.152 for design drawings, § 1.165 for plant draw- 
ings, and § 1.173 for reissue drawings. 


33. Section 1.85 is proposed to be revised to read as follows: 
§ 1.85 Corrections to drawings. 


(a) If a drawing meets the requirements of § 1.84(d), (e) and 
(f) and is suitable for reproduction, but is not otherwise in 
compliance with § 1.84, the drawing may be admitted for 
examination. 


(b) The Office will not release drawings for purposes of 
correction. If corrections are necessary, new corrected drawings 
must be submitted within the time set by the Office. 

(c) If a corrected drawing is required or if a drawing does 
not comply with § 1.84 at the time an application is allowed, 
the Office may notify the applicant and set a three month period 
of time from the mail date of the notice of allowability within 
which the applicant must file a corrected or formal drawing in 
compliance with § 1.84 to avoid abandonment. This time period 
is not extendable under § 1.136(a) or (b). 


34. Section 1.91 is proposed to be amended by revising 
paragraph(a)(3)(i) to read as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) * * * 
(3) * * * 


(i) The fee set forth in § 1.17(h); and 


* KK KK 
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35. Section 1.96 is proposed to be amended by revising 
paragraphs(b) and (c) to read as follows: 


§ 1.96 Submission of computer program listings. 


** * * * 


(b) Material which will be printed in the patent. If the com- 
puter program listing is contained on one sheet, it may be 
submitted either as a drawing or as part of the specification. 


(1) Drawings. If the listing is submitted as a drawing, it 
must be submitted in the manner and complying with the 
requirements for drawings as provided in § 1.84. At least one 
figure numeral is required on the sheet of drawing. 


(2) Specification. (i) If the listing is submitted as part of 
the specification, it must be submitted in accordance with the 
provisions of § 1.52, at the end of the description but before 
the claims. 


(ii) Any listing submitted as part of the specification must 
be a direct printout (i.e., not a copy) from the computer’ s printer 
with dark solid black letters not less than 0.21 cm high, on 
white, unshaded and unlined paper, and the sheet should be 
submitted in a protective cover. Any amendments must be 
made by way of submission of a substitute sheet. 


(c) As an appendix which will not be printed. Any computer 
program listing may, and any computer program listing that 
would be contained on more than one sheet must, be submitted 
on a Compact Disk-Read Only Memory (CD-ROM) or Com- 
pact Disk-Recordable (CD-R), which must be referred to in 
the specification (see § 1.77(b)(4)). A CD-ROM or CD-R con- 
taining such a computer program listing is to be referred to 
as a “‘computer program listing appendix.’ The “‘computer 
program listing appendix’’ will not be part of the printed patent. 
Reference in the application to the “‘computer program listing 
appendix’’ must be made at the location indicated in § 
1.77(b)(4). Any amendment to the “computer program listing 
appendix’’ must be by way of a new CD-ROM or CD-R con- 
taining a substitute computer program listing. 


(1) Availability of appendix. Such ‘‘computer program 
listing appendix’’ will be available to the public for inspection, 
and copies thereof will be available for purchase with the file 
wrapper and contents, after a patent based on such application is 
granted or the application is otherwise made publicly available. 


(2) Submission requirements-(i) A ‘‘computer program 
listing appendix’’ must be submitted on a CD-ROM or CD-R 
in accordance with the standards set forth in 36 CFR 
1228.188(c) and (d). 


(ii) The computer program listing must be written in Amer- 
ican Standard Code for Information Interchange (ASCII) in the 
form of textual document files on a disk that complies with § 
1.824(b). No other format shall be allowed. The CD-ROM or 
CD-R must be accompanied by documentation on paper in 
accordance with § 1.52(a) that contains the machine format 
(e.g., IBM-PC, Macintosh)), the operating system (e.g., MS- 
DOS, Macintosh, Unix) and any other special information that 
is necessary to identify, maintain, and interpret the ‘‘computer 
program listing appendix.”” 


(iii) Multiple computer program listings for a single applica- 
tion may be placed on a single CD-ROM or CD-R. Multiple 
CD-ROMs or CD-Rs may be submitted for a single application 
if necessary. A separate CD-ROM or CD-R is required for 
each application containing a computer program listing that 
must be submitted on a ‘‘computer program listing appendix.”’ 


(iv) A CD-ROM or CD-R ‘‘computer program listing 
appendix’’ must be labeled with the following information: 


(A) The name of each inventor (if known); 
(B) Title of the invention; 


(C) The docket number used by the person filing the applica- 
tion to identify the application (if applicable). 
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36. Section 1.97 is proposed to be amended by revising 
paragraphs(a) through (e) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue 
of a patent to have an information disclosure statement in 
compliance with § 1.98 considered by the Office during the 
pendency of the application, it must satisfy one of paragraphs 
(b), (c), or (d) of this section. 


(b) An information disclosure statement shall be considered 
by the Office if filed by the applicant within any one of the 
following time periods: 


(1) Within three months of the filing date of a national 
application other than a continued prosecution application under 
§ 1.53(d); 


(2) Within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 


(3) Before the mailing date of a first Office action on the 
merits. 


(c) An information disclosure statement shall be considered 
by the Office if filed after the period specified in paragraph 
(b) of this section, provided that the information disclosure 
statement is filed before the mailing date of any of a final 
action under § 1.113, a notice of allowance under § 1.311, or 
an action that otherwise closes prosecution in the application, 
and it is accompanied by one of: 


(1) A statement as specified in paragraph (e) of this section; 
or 


(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue 
fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 
and 


(2) The fee set forth in § 1.17(p). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the informa- 
tion disclosure statement was first cited in a communication 
from a foreign patent office in a counterpart foreign application 
not more than three months prior to the filing of the information 
disclosure statement; or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the certification after 
making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any indi- 
vidual designated in § 1.56(c) more than three months prior to 
the filing of the information disclosure statement. 


* * *K * * 
37. Section 1.98 is proposed to be revised to read as follows: 


§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97 
shall include: 


(1) A list of all patents, publications or other information 
submitted for consideration by the Office; 


(2) A legible copy of: 
(i) Each U.S. and foreign patent; 
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(ii) Each publication or that portion which caused it to be 
listed; 


(iii) For each cited pending U.S. application, the application 
specification including the claims, and any drawing of the 
application, or that portion of the application which caused it 
to be listed including any claims directed to that portion; and 


(iv) All other information or that portion which caused it to 
be listed; and 


(3) A concise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most 
knowledgeable about the content of the information, of each 
patent, publication, or other information listed that is not in 
the English language. The concise explanation may be either 
separate from the specification or incorporated therein. If a 
written English-language translation of a non-English-language 
document, or portion thereof, is within the possession, custody, 
or control of, or is readily available to any individual designated 
in § 1.56(c), a copy of the translation shall accompany the 
information disclosure statement. 


(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number and issue 
date. Each listed U.S. application shall be identified by the 
inventor, application number and filing date. Each listed foreign 
patent or published foreign patent application shall be identified 
by the country or patent office which issued the patent or 
published the application, an appropriate document number, 
and the publication date indicated on the patent or published 
application. Each listed publication shall be identified by author 
(if any), title, relevant pages of the publication, date, and place 
of publication. 


(c) When the disclosures of two or more patents or publica- 
tions listed in an information disclosure statement are substan- 
tively cumulative, a copy of one of the patents or publications 
may be submitted without copies of the other patents or publica- 
tions provided that a statement is made that these other patents 
or publications are cumulative. 


(d) A copy of any patent, publication, application, or otherin- 
formation listed in an information disclosure statement is not 
required to be provided if it was previously cited by or submitted 
to the Office in a prior application, provided that: 


(1) The prior application is properly identified in the state- 
ment and relied on for an earlier filing date under 35 U.S.C. 
120; and 


(2) Where the listed information was not cited by the Office, 
the information submission made in the prior application com- 
plied with paragraphs (a) through (c) of this section, and except 
for an application filed under § 1.53(d) the submission made 
in the prior application complied with § 1.97. 


38. Section 1.102 is proposed to be amended by revising 
paragraph(d) to read as follows: 


§ 1.102 Advancement of examination. 


* ke *K * 


(d) A petition to make an application special on grounds 
other than those referred to in paragraph (c) of this section 
must be accompanied by the fee set forth in § 1.17(h). 


39. Section 1.103 is proposed to be revised to read as follows: 
§ 1.103 Suspension of action by the Office. 


(a) Suspension for cause. On request of the applicant, the 
Office may grant a suspension of action under this paragraph 
for good and sufficient cause. The Office will not suspend 
action if a reply by applicant to an Office action is outstanding. 
Any petition for suspension of action under this paragraph must 
specify a period of suspension not exceeding six months. Any 
petition for suspension of action under this paragraph must also 
include: 
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(1) A showing of good and sufficient cause for suspension 
of action; and 


(2) The fee set forth in § 1.17(h), unless such cause is the 
fault of the Office. 


(b) Limited suspension of action in a continued prosecution 
application (CPA) under § 1.53(d). On request of the applicant, 
the Office may grant a suspension of action under this paragraph 
in a continued prosecution application under § 1.53(d) for a 
period not exceeding three months. Any request for suspension 
of action under this paragraph must be filed with the request 
for an application under § 1.53(d), specify the period of suspen- 
sion, and include the processing fee set forth in § 1.17(i). 


(c) Notice of suspension on initiative of the Office. The Office 
will notify applicant if the Office suspends action by the Office 
on an application on its own initiative. 


(d) Suspension of action for public safety or defense. The 
Office may suspend action by the Office by order of the Com- 
missioner if the following conditions are met: 


(1) The application is owned by the United States; 


(2) Publication of the invention may be detrimental to the 
public safety or defense; and 


(3) The appropriate department or agency requests such sus- 
pension. 


(e) Statutory invention registration. The Office will suspend 
action for the entire pendency of an application if the Office has 
accepted a request to publish a statutory invention registration in 
the application, except for purposes relating to patent interfer- 
enceproceedings under subpart E of this part. 


40. A new § 1.105 is proposed to be added to read as follows: 
§ 1.105 Requirements for information. 


(a)(1) In the course of examining or treating a matter in a 
pending or abandoned application filed under 35 U.S.C. 111 
or 371 (including a reissue application), in a patent, or in a 
reexamination proceeding, the examiner or other Office 
employee may require the submission of such information as 
may be reasonably necessary to properly examine or treat the 
matter. 


(2) Any reply that states that the information required to be 
submitted is unknown and/or is not available will be accepted 
as a complete reply. 


(b) The requirement for information of paragraph (a)(1) of 
this section may be included in an Office action, or sent sepa- 
rately. 


(c) A reply, ora failure to reply, to a requirement for informa- 
tion under this rule will be governed by §§ 1.135 and 1.136. 


41. Section 1.111 is proposed to be amended by revising 
the heading and paragraphs (a) and (c) to read as follows: 


§ 1.111 Reply by applicant or patent owner to a non-final 
Office action. 


(a) If the Office action after the first examination (§ 1.104) 
is adverse in any respect, the applicant or patent owner, if 
he or she persists in his or her application for a patent or 
reexamination proceeding, must reply thereto and request 
reconsideration or further examination, with or without amend- 
ment. See § 1.135 and § 1.136 for time for reply to avoid 
abandonment. A second or subsequent supplemental reply will 
be entered unless disapproved by the Commissioner. 


* eK KK 


(c) In amending in reply to a rejection of claims in an applica- 
tion or patent under reexamination, the applicant or patent 
owner must clearly point out the patentable novelty which he 
or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. The 
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applicant or patent owner must also show how the amendments 
avoid such references or objections. 


42. Section 1.112 is proposed to be revised to read as follows: 
§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non- 
final action, the application or patent under reexamination will 
be reconsidered and again examined. The applicant or patent 
owner will be notified if claims are rejected, or objections 
or requirements made, in the same manner as after the first 
examination (§ 1.104). Applicant or patent owner may reply 
to such Office action in the same manner provided in § 1.111, 
with or without amendment, unless such Office action indicates 
that it is made final (§ 1.113) or an appeal (§ 1.191) has been 
taken. 


43. Anew § 1.115 is proposed to be added to read as follows: 
§ 1.115 Preliminary amendments. 


(a) A preliminary amendment is an amendment that is 
received in the Office (§ 1.6) on or before the mail date of the 
first Office action under § 1.104. 


(b) A preliminary amendment will be entered unless disap- 
proved by the Commissioner. A preliminary amendment will 
not be disapproved if it is filed no later than: 


(1) Three months from the filing date of an application under 
§ 1.53(b); 


(2) The filing date of a continued prosecution application 
under § 1.53(d); or 


(3) Three months from the date the national stage is entered 
as set forth in § 1.491 in an international application. 


(c) The time periods specified in paragraph (b) of this section 
are not extendable. 


44. Section 1.121 is proposed to be amended by revising 
paragraphs(a) and (b) to read as follows: 


§ 1.121 Manner of making amendments. 


(a) Amendments in applications, other than reissue applica- 
tions. Amendments in applications, excluding reissue applica- 
tions, are made by filing a paper, in compliance with § 1.52, 
directing that specified amendments be made. 


(1) Specification other than the claims-(i) Amendment by 
instruction to delete, replace or add a paragraph: If the para- 
graphs of the specification are numbered as provided in § 
1.52(b)(6), amendments to the specification, other than the 
claims, may be made by submitting an instruction, referencing 
the paragraph number, to delete one or more paragraphs of the 
specification, to replace a deleted paragraph with one or more 
replacement paragraphs, or to add one or more paragraphs, 
along with the replacement or added paragraph(s). The replace- 
ment or added paragraph(s) must not include any markings to 
indicate the changes that have been made. The amendment must 
be accompanied by a copy of any replacement paragraph(s), on 
one or more pages separate from the amendment, marked-up 
to show all the changes made by brackets (for deleted matter) 
or underlining (for added matter), or by any equivalent marking 
system. If a deleted paragraph is replaced by a single paragraph, 
the replacement paragraph must retain the same number as the 
deleted paragraph. If a deleted paragraph is replaced by more 
than one paragraph, the numbering of the replacement para- 
graphs must begin with the number of the deleted paragraph 
with following paragraphs beginning with the number of the 
deleted paragraph followed by a single decimal and sequential 
integers (e.g., paragraph 0071 is replaced by 0071, 0071.1, and 
0071.2). Any paragraph(s) added between existing paragraphs 
must have the same number as the paragraph immediately 
above the added one, followed by a period and a new sequential 
number series (e.g., 0071.1, 0071.2). When numbered para- 
graphs are added or deleted by amendment, the numbering of 
any unaffected paragraphs must remain unchanged. Subsequent 
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amendments which may involve further replacement para- 
graphs are added in the same manner using existing paragraph 
numbers along with increasing numbers following a decimal. 
For clarity, a total renumbering of all previously added para- 
graphs or the submission of a substitute specification with 
totally renumbered paragraphs may be required. 


(ii) Amendment by replacement section. If the sections of 
the specification contain section headings as provided in § 
1.77(b), § 1.154(b), or § 1.163(c), amendments to the specifica- 
tion, other than the claims, may be made by referring to the 
section heading along with an instruction to delete that section 
of the specification and to replace such deleted section with a 
replacement section. The replacement section must be in clean 
form and must not include any markings to indicate the changes 
that have been made. The amendment must be accompanied 
by a copy of the replacement section, on one or more pages 
separate from the amendment, marked-up to show all changes 
made by brackets (for deleted matter) or underlining (for added 
matter), or by any equivalent marking system. 


(iii) Amendment by substitute specification. The specifica- 
tion, other than the claims, may also be amended by submission 
of a substitute specification in compliance with § 1.125. If the 
paragraphs of the specification are not numbered as provided 
in § 1.52(b)(6), and the sections of the specification do not 
contain section headings as provided in § 1.77(b), § 1.154(b), 
or § 1.163(c), the specification, other than the claims, may be 
amended only by submission of a substitute specification in 
compliance with § 1.125. The paragraphs of the substitute 
specification, other than the claims, should be individually 
numbered in Arabic numerals so that any further amendment 
to the specification may be made by replacement paragraph(s) 
in accordance with paragraph (a)(1)(i) of this section. The 
amendment must be accompanied by a copy of the substitute 
specification marked-up to show all changes made by brackets 
(for deleted matter), or underlining (for added matter), or by 
any equivalent marking system. 


(iv) Matter deleted by amendment pursuant to paragraph 
(a)(1) of this section can be reinstated only by a subsequent 
amendment presenting the previously deleted matter. 


(2) Claims. Amendments to a claim must be made by 
rewriting such claim with all changes (e.g., additions, deletions, 
modifications) included therein, or by directions to cancel or 
delete such claim. The rewriting of a claim (with the same or 
a new number) will be construed as directing the deletion of 
the previous version of that claim. A rewritten or newly added 
claim must be in clean form without markings as to the changes 
from the previous version of the claim or a canceled claim. If 
a claim is amended by rewriting such claim with the same 
number, the amendment must be accompanied by a copy of 
the rewritten claim, on one or more pages separate from the 
amendment, marked-up to show all the changes made by 
brackets (for deleted matter) or underlining (for added matter) 
or by any equivalent marking system, relative to the previous 
version of that claim. A claim canceled by amendment (deleted 
in its entirety) can be reinstated only by a subsequent amend- 
ment presenting the claim as a new claim with a new claim 
number. 


(3) Drawings. Application drawings are amended in the fol- 
lowing manner: Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval 
by the examiner, new drawings in compliance with § 1.84 
including the changes must be filed. 


(4) Disclosure consistency. The disclosure must be amended, 
when required by the Office, to correct inaccuracies of descrip- 
tion and definition, and to secure substantial correspondence 
between the claims, the remainder of the specification, and the 
drawings. 


(5) No new matter. No amendment may introduce new matter 
into the disclosure of an application. 


(b) Amendments in reissue applications. Any amendment to 
the description and claims of a reissue application must be 
made in accordance with § 1.173. 


190-263 0.G.- 00-9: QL3 
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45. Section 1.125 is proposed to be amended by revising 
paragraphs(b)(2) and (c) to read as follows: 


§ 1.125 Substitute specification. 


** KK * 


(b) * * * 


(2) A marked-up copy of the substitute specification showing 
all the changes to (including the matter being added to and the 
matter being deleted from) the specification of record. Num- 
bering the paragraphs of the specification of record is not 
considered a change that must be shown pursuant to this para- 
graph. 


(c) A substitute specification submitted under this section 
must be submitted in clean form without markings as to 
amended material. The paragraphs of any substitute specifica- 
tion, other than the claims, should be individually numbered 
in Arabic numerals so that any amendment to the specification 
may be made by replacement paragraph in accordance with § 
1.121(a)(1)(i). 


**K* * 


46. Section 1.131 is proposed to be amended by revising its 
heading and paragraph (a) to read as follows: 


§ 1.131 Affidavit or declaration of prior invention. 


(a) When any claim of an application or a patent under 
reexamination is rejected, the inventor of the subject matter of 
the rejected claim, the owner of the patent under reexamination, 
or the party qualified under §§ 1.42, 1.43, or 1.47, may submit 
an appropriate oath or declaration to establish invention of the 
subject matter of the rejected claim prior to the effective date 
of the reference or activity on which the rejection is based. 
The effective date of a U.S. patent is the date that such U.S. 
patent is effective as a reference under 35 U.S.C. 102(e). Prior 
invention may not be established under this section in any 
country other than the United States, a NAFTA country, or a 
WTO member country. Prior invention may not be established 
under this section before December 8, 1993, in a NAFTA 
country other than the United States, or before January 1, 1996, 
in a WTO member country other than a NAFTA country. Prior 
invention may not be established under this section if either: 


(1) The rejection is based upon a U.S. patent to another or 
others which claims the same patentable invention as defined 
in § 1.601(n); or 


(2) The rejection is based upon a statutory bar. 


** KK * 


47. Section 1.132 is proposed to be revised to read as follows: 


§ 1.132 Affidavits or declarations traversing rejections or 
objections. 


When any claim of an application or a patent under reexami- 
nation is rejected or objected to, the inventor of the subject 
matter of the rejected claim, an oath or declaration may be 
submitted to traverse the rejection or objection. An oath or 
declaration may not be submitted under this section to traverse 
a rejection if the rejection is based upon a U.S. patent to another 
or others which claims the same patentable invention as defined 
in § 1.601(n). 


48. Section 1.133 is proposed to be amended by revising 
paragraph(a) to read as follows: 


§ 1.133 Interviews. 


(a) Interviews with examiners concerning applications and 
other matters pending before the Office must be conducted 
on Office premises and within office hours, as the respective 
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examiners may designate. Interviews will not be permitted at 
any other time or place without the authority of the Commis- 
sioner. Interviews for the discussion of the patentability of 
pending applications will not occur before the first Office 
action. The examiner may require that an interview be sched- 
uled in advance. 


xe KK * 


49. Section 1.136 is proposed to be amended by adding 
paragraph (c) to read as follows: 


§ 1.136 Extensions of time. 


**eX KKK 


(c) If an applicant is notified in a ‘‘Notice of Allowability’’ 
that an application is otherwise in condition for allowance, the 
following time periods are not extendable if set in the ‘‘Notice 
of Allowability’’ or in an Office action having a mail date on 
or after the mail date of the ‘‘Notice of Allowability’’: 


(1) The period for submitting an oath or declaration in com- 
pliance with § 1.63; 


(2) The period for submitting formal drawings set under § 
1.85(c); and 


(3) The period for making a deposit set under § 1.809(c). 


50. Section 1.137 is proposed to be amended by. revising 
paragraph(c) to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


* ke KK * 


(c)(i) Any petition to revive pursuant to this section in a 
design application must be accompanied by a terminal dis- 


claimer and fee as set forth in § 1.321 dedicating to the public 
a terminal part of the term of any patent granted thereon equiva- 
lent to the period of abandonment of the application. Any 
petition to revive pursuant to this section in either a utility or 
plant application filed before June 8, 1995, must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted thereon equivalent to the lesser of: 


(i) The period of abandonment of the application; or 


(ii) The period extending beyond twenty years from the date 
on which the application for the patent was filed in the United 
States or, if the application contains a specific reference to an 
earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c), 
from the date on which the earliest such application was filed. 


(2) Any terminal disclaimer pursuant to paragraph (c)(1) of 
this section must also apply to any patent granted on a contin- 
uing utility or plant application filed after June 8, 1995, or a 
continuing design application, that contains a specific reference 
under 35 U.S.C. 120, 121, or 365(c) to the application for 
which revival is sought. 


(3) The provisions of paragraph (c)(1) of this section do not 
apply to applications for which revival is sought solely for 
purposes of copendency with a utility or plant application filed 
on or after June 8, 1995, or to lapsed patents. 


KK KK 
51. Section 1.138 is proposed to be revised to read as follows: 


§ 1.138 Express abandonment. 


(a) An application may be expressly abandoned by filing 
in the Patent and Trademark Office a written declaration of 
abandonment identifying the application. Express abandonment 
of the application may not be recognized by the Office unless 
it is actually received by appropriate officials in time to act 
thereon before the date of issue. 
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(b) A written declaration of abandonment must be signed 
by a party authorized under § 1.33(b)(1), (b)(3) or (b)(4) to 
sign a paper in the application, except as otherwise provided 
in this paragraph. A registered attorney or agent not of record 
who acts in a representative capacity under the provisions of 
§ 1.34(a) when filing a continuing application may expressly 
abandon the prior application as of the filing date granted to 
the continuing application. 


52. Section 1.152 is proposed to be revised to read as follows: 
§ 1.152 Design drawings. 


The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. Appropriate and adequate surface 
shading should be used to show the character or contour of 
the surfaces represented. Solid black surface shading is not 
permitted except when used to represent the color black as 
well as color contrast. Broken lines may be used to show visible 
environmental structure, but may not be used to show hidden 
planes and surfaces which cannot be seen through opaque mate- 
rials. Alternate positions of a design component, illustrated by 
full and broken lines in the same view are not permitted in a 
design drawing. Photographs and ink drawings are not per- 
mitted to be combined as formal drawings in one application. 
Photographs submitted in lieu of ink drawings in design patent 
applications must not disclose environmental structure but must 
be limited to the design for the article claimed. 


53. Section 1.154 is proposed to be revised to read as follows: 
§ 1.154 Arrangement of application elements. 


(a) The elements of the design application, if applicable, 
should appear in the following order: 


(1) Design application transmittal form. 

(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 

(4) Specification. 

(5) Drawings or photographs. 

(6) Executed oath or declaration (see § 1.153(b)). 


(b) The specification should include the following sections 
in order: 


(1) Preamble, stating name of the applicant, title of the design, 
and a brief description of the nature and intended use of the 
article in which the design is embodied. 


(2) Cross-reference to related applications (unless included 
in the application data sheet). 


(3) Statement regarding federally sponsored research or 
development. 


(4) Description of the figure or figures of the drawing. 
(5) Feature description. 
(6) A single claim. 


(c) The text of the specification sections defined in paragraph 
(b) of this section, if applicable, should be preceded by a section 
heading in uppercase and without underlining or bold type. 


54. Section 1.155 is proposed to be revised to read as follows: 
§ 1.155 Expedited examination of design patents. 


(a) The applicant may request that the Office expedite the 
examination of a design application. To qualify for expedited 
examination: 


(1) The application must include drawings in compliance 
with § 1.84; 
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(2) The applicant must have conducted a preexamination 
search; and 


(3) The applicant must file a request for expedited examina- 
tion including: 


(i) The fee set forth in § 1.17(t); and 


(ii) A statement that a preexamination search was conducted. 
The statement must also indicate the field of search and include 
an information disclosure statement in compliance with § 1.98. 


(b) The Office will not examine an application that is not 
in condition for examination (e.g., missing basic filing fee) 
even if the applicant files a request for expedited examination 
under this section. 


55. Section 1.163 is proposed to be revised to read as follows: 


§ 1.163 Specification and arrangement of application ele- 
ments. 

(a) The specification must contain as full and complete a 
disclosure as possible of the plant and the characteristics thereof 
that distinguish the same over related known varieties, and its 
antecedents, and must particularly point out where and in what 
manner the variety of plant has been asexually reproduced. For 
a newly found plant, the specification must particularly point 
out the location and character of the area where the plant was 
discovered. 


(b) The elements of the plant application, if applicable, should 
appear in the following order: 


(1) Plant application transmittal form. 

(2) Fee transmittal form. 

(3) Application data sheet (see § 1.76). 
(4) Specification. 

(5) Drawings (in duplicate). 

(6) Executed oath or declaration (§ 1.162). 


(c) The specification should include the following sections 
in order: 


(1) Title of the invention, which may include an introductory 
portion stating the name, citizenship, and residence of the appli- 
cant. 


(2) Cross-reference to related applications (unless included 
in the application data sheet). 


(3) Statement regarding federally sponsored research or 
development. 


(4) Latin name of the genus and species of the plant claimed. 
(5) Variety denomination. 

(6) Background of the invention. 

(7) Brief summary of the invention. 

(8) Brief description of the drawing. 

(9) Detailed botanical description. 

(10) A single claim. 

(11) Abstract of the disclosure. 

(d) The text of the specification or sections defined in para- 


graph (c) of this section, if applicable, should be preceded by 
a section heading in upper case, without underlining or bold 


type. 
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56. Section 1.173 is proposed to be revised to read as follows: 
§ 1.173 Reissue specification, drawings, and amendments. 


(a) Contents of a reissue application. An application for 
reissue must contain the entire specification, including the 
claims, and the drawings of the patent. No new matter shall 
be introduced into theapplication. 


(1) Specification, including claims. The entire specification, 
including the claims, of the patent for which reissue is requested 
mustbe furnished in the form of a copy of the printed patent, 
but with only a single column of the printed patent securely 
mounted, or otherwise reproduced in permanent form, on a 
single page. If an amendment of the reissue application is to 
be included, it must be made pursuant to paragraph (b) of this 
section. 


(2) Drawings. Applicant must submit a clean copy of each 
drawing sheet of the printed patent at the time the reissue 
application is filed. If such copy complies with § 1.84, no 
further drawings will be required. Where a drawing of the 
reissue application is to include any changes relative to the 
patent being reissued, the changes to the drawing must be made 
in accordance with paragraph (b)(3) of this section. The Office 
will not transfer the drawings from the patent file to the reissue 
application. 


(b) Making amendments in a reissue application. An amend- 
ment in a reissue application is made either upon filing, by 
incorporating the changes physically within the specification, 
including the claims, using markings pursuant to paragraph (d) 
of this section, or by filing an amendment paper as a preliminary 
amendment or during prosecution directing that specified 
changes be made to the application specification, including the 
claims, or to the drawings. 


(1) Specification other than the claims. Changes to the speci- 
fication, other than to the claims, must be made by submission 
of the entire text of an added or rewritten paragraph, including 
markings pursuant to paragraph (d) of this section, except that 
an entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 
The precise point in the specification must be identified where 
any added or rewritten paragraph is located. 


(2) Claims. An amendment paper must include the entire 
text of each claim being changed by such amendment paper 
and of each claim being added by such amendment paper. For 
any claim changed by the amendment paper, a parenthetical 
expression ‘‘amended,”’ “‘twice amended,”’ etc., should follow 
the claiin number. Each changed patent claim and each _ pre- 
sented in each of the reissue applications as an amended, 
unamended, or canceled (shown in brackets) claim, with each 
such claim bearing the same number as in the patent being 
reissued. The same claim of the patent being reissued may not 
be presented in its original unamended form for examination 
in more than one of such multiple reissue applications. The 
numbering of any added claims in any of the multiple reissue 
applications must follow the number of the highest numbered 
original patent claim. 


(c) If any one of the several reissue applications by itself 
fails to correct an error in the original patent as required by 
35 U.S.C.251, but is otherwise in condition for allowance, the 
Office may suspend action in the allowable application until 
all issues are resolved as to at least one of the remaining reissue 
applications. The Office may also merge two or more of the 
multiple reissue applications into a single reissue application. 
No reissue application containing only unamended patent 
claims and not correcting an error in the original patent will 
be passed to issue by itself. 


60. Section 1.178 is proposed to be revised to read as follows: 


§ 1.178 Original patent. 


The application for a reissue should be accompanied by an 
offer to surrender the original patent. The application should 
also be accompanied by the original patent, or if the original is 
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lost or inaccessible, by a statement to that effect. The application 
may be accepted for examination in the absence of the original 
patent or the statement, but one or the other must be supplied 
before the application is allowed. If a reissue is refused, the 
original patent will be returned to applicant upon request. 


61. Section 1.193 is proposed to be amended by revising 
paragraph(b)(1) to read as follows: 


§ 1.193 Examiner’s answer and reply brief. 


** KKK 


(b)(1) Appellant may file a reply brief to an examiner’s 
answer or a supplemental examiner’s answer within two months 
from the date of such examiner’s answer or supplemental exam- 
iner’s answer. See § 1.136(b) for extensions of time for filing 
areply brief in a patent application and § 1.550(c) for extensions 
of time for filing a reply brief in a reexamination proceeding. 
The primary examiner must either acknowledge receipt and 
entry of the reply brief or withdraw the final rejection and 
reopen prosecution to respond to the reply brief. A supplemental 
examiner’s answer is not permitted, unless the application has 
been remanded by the Board of Patent Appeals and Interfer- 
ences forsuch purpose. 


KK OK KX 


62. Section 1.303 is proposed to be amended by revising 
paragraph(a) to read as follows: 


§ 1.303 Civil action under 35 U.S.C. 145, 146, 306. 


(a) Any applicant or any owner of a patent involved in a 
reexamination proceeding dissatisfied with the decision of the 
Board of Patent Appeals and Interferences, and any party to 
an interference dissatisfied with the decision of the Board of 
Patent Appeals and Interferences may, instead of appealing to 
the U.S. Court of Appeals for the Federal Circuit (§ 1.301), 
have remedy by civil action under 35 U.S.C. 145 or 146, as 
appropriate. Such civil action must be commenced within the 
time specified in § 1.304. 


* * KK * 


63. Section 1.311 is proposed to be amended by revising 
paragraph(b) to read as follows: 


§ 1.311 Notice of allowance. 


xe KK 


(b) An authorization to charge the issue fee (§ 1.18) to a 
deposit account may be filed in an individual application only 
after mailing of the notice of allowance. 


64. Section 1.312 is proposed to be revised to read as follows: 
§ 1.312 Amendments after allowance. 


(a) No amendment may be made as a matter of right in an 
application after the mailing of the notice of allowance. Any 
amendment pursuant to this paragraph filed before the payment 
of the issue fee may be entered on the recommendation of the 
primary examiner, approved by the Commissioner, without 
withdrawing the application from issue. 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition under § 1.313(c)(1) to withdraw the application 
from issue, an unequivocal statement that one or more claims 
are unpatentable, and an explanation as to how the amendment 
is necessary to render such claim or claims patentable. 


65. Section 1.313 is proposed to be revised to read as follows: 
§ 1.313 Withdrawal from issue. 


(a) Applications may be withdrawn from issue for further 
action at the initiative of the Office or upon petition by the 
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applicant. To request that the Office withdraw an application 
from issue, the applicant must file a petition under this section 
including the fee set forth in § 1.17(h) and a showing of good 
and sufficient reasons why withdrawal of the application is 
necessary. If the Office withdraws the application from issue, 
the Office will issue a new notice of allowance if the Office 
again allows the application. 


(b) Once the issue fee has been paid, the Office will not 
withdraw the application from issue at its own initiative for 
any reason except: 


(1) A mistake on the part of the Office; 

(2) A violation of § 1.56 or illegality in the application; 

(3) Unpatentability of one or more claims; or 

(4) For interference. 

(c) Once the issue fee has been paid, the application will 
not be withdrawn from issue upon petition by the applicant for 
any reason except: 

(1) Unpatentability of one of more claims, which petition 
must be accompanied by a statement of such unpatentability 


and an amendment in compliance with § 1.312(b); or 


(2) Express abandonment of the application. Such express 
abandonment may be in favor of a continuing application. 


(d) A petition under this section will not be effective to 
withdraw the application from issue unless it is actually received 
and granted by the appropriate officials before the date of issue. 
Withdrawal of an application from issue after payment of the 
issue fee may not be effective to avoid publication of application 
information. 


66. Section 1.314 is proposed to be revised to read as follows: 


§ 1.314 Issuance of patent. 


If applicant timely pays the issue fee, the Office will issue 
the patent in regular course unless the application is withdrawn 
from issue (§ 1.313), or the Office defers issuance of the patent. 
To request that the Office defer issuance of a patent, applicant 
must file petition under this section including the fee set forth 
in § 1.17(h) and a showing of good and sufficient reasons why 
it is necessary to defer issuance of the patent. 


67. Section 1.322 is proposed to be amended by revising 
paragraph(a) to read as follows: 


§ 1.322 Certificate of correction of Office mistake. 


(a) The Office may issue a certificate of correction under 
the conditions specified in 35 U.S.C. 254 at the request of the 
patentee or the patentee’s assignee or on its own initiative. If 
the request relates to a patent involved in an interference, the 
request must comply with the requirements of this section and 
be accompanied by a motion under § 1.635. The Office will 
not issue such a certificate on its own initiative without first 
notifying the patentee (including any assignee of record) at the 
correspondence address of record as specified in § 1.33(a) and 
affording the patentee an opportunity to be heard. 


x KKK * 


68. Section 1.323 is proposed to be revised to read as follows: 
§ 1.323 Certificate of correction of applicant’s mistake. 


The Office may issue a certificate of correction under the 
conditions specified in 35 U.S.C. 255 at the request of the 
patentee or the patentee’s assignee, upon payment of the fee 
set forth in § 1.20(a). If the request relates to a patent involved 
in an interference, the request must comply with the require- 
ments of this section and be accompanied by a motion under 
§ 1.635. 
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69. Section 1.324 is proposed to be amended by revising its 
heading and paragraph (b)(1) and adding paragraph (c) to read 
as follows: 


§ 1.324 Correction of inventorship in patent, pursuant to 
35 U.S.C. 256. 


xe KK * 


(b) * * * 


(1) Where one or more persons are being added, a statement 
from each person who is being added as an inventor that the 
inventorship error occurred without any deceptive intention on 
his or her part; 


xe KK * 


(c) For correction of inventorship in an application see §§ 
1.48 and 1.497, and in an interference see § 1.634. 


70. Section 1.366 is proposed to be amended by revising 
paragraph(c) to read as follows: 


§ 1.366 Submission of maintenance fees. 


** KK * 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance 
fees are being paid must include the patent number, and the 
application number of the United States application for the 
patent on which the maintenance fee is being paid. If the 
payment includes identification of only the patent number (i.e., 
does not identify the application number of the United States 
application for the patent on which the maintenance fee is being 
paid), the Office may apply the payment to the patent identified 
by patent number in the payment or may return the payment. 


xx KK * 


71. Section 1.446 is proposed to be amended by revising 
paragraphs (a) and (b) to read as follows: 


§ 1.446 Refund of international application filing and pro- 
cessing fees. 


(a) Money paid for international application fees, where paid 
by actual mistake or in excess, such as a payment not required 
by law or Treaty and it Regulations, may be refunded. A mere 
change of purpose after the payment of a fee will not entitle 
a party to a refund of such fee. The Office will not refund 
amounts of twenty-five dollars or less unless a refund is specifi- 
cally requested, and will not notify the payor of such amounts. 
If the payor or party requesting a refund does not provide the 
banking information necessary for making refunds by electronic 
funds transfer, the Office may use the banking information 
provided on the payment instrument to make any refund by 
electronic funds transfer. 


(b) Any request for refund under paragraph (a) must be filed 
within two years from the date the fee was paid. If the Office 
charges a deposit account by an amount other than an amount 
specifically indicated in an authorization under § 1.25(b), any 
request for refund based upon such charge must be filed within 
two years from the date of the deposit account statement indi- 
cating such charge, and include a copy of that deposit account 
statement. The time periods set forth in this paragraph are not 
extendable. 


** * * * 


72. Section 1.497 is proposed to be amended by revising 
paragraph (b)(2) and adding paragraph (d) to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 


** * * * 


(b) * * * 
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(2) If the person making the oath or declaration or any 
supplemental oath or declaration is not the inventor (§§ 1.42, 
1.43, or 1.47), the oath or declaration shall state the relationship 
of the person to the inventor, and, upon information and belief, 
the facts which the inventor would have been required to state. 
If the person signing the oath or declaration is the legal represen- 
tative of a deceased inventor, the oath or declaration shall also 
state that the person is a legal representative and the citizenship, 
residence and mailing address of the legal representative. 


kk KK * 


(d) If the oath or declaration filed pursuant to 35 U.S.C. 
371(c)(4) and this section names an inventive entity different 
from the inventive entity set forth in the international stage, 
the oath or declaration must be accompanied by: 


(1) A statement from each person being added as an inventor 
and from each person being deleted as an inventor that any 
error in inventorship in the international stage occurred without 
deceptive intention on his or her part; 


(2) The processing fee set forth in § 1.17(i); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


73. Section 1.510 is proposed to be amended by revising 
paragraph(b)(4) to read as follows: 


§ 1.510 Request for reexamination. 


kK KK * 


G)*** 


(4) The entire specification, including the claims, of the 
patent for which reexamination is requested, in the form of a 
copy of the printed patent, but with only a single column of 
the printed patent securely mou_.ted, or otherwise reproduced 
in permanent form, on a product under the Virus-Serum-Toxin 
Act became effective; 


(B) The date an application for a license was submitted under 
the Virus-Serum-Toxin Act; and 


(C) The date the license issued; 
(iv) For a patent claiming a food or color additive: 


(A) The date a major health or environmental effects test 
on the additive was initiated and any available substantiation 
of that date; 


(B) The date on which a petition for product approval under 
the Federal Food, Drug and Cosmetic Act was initially sub- 
mitted and the petition number; and 


(C) The date on which the FDA published a Federal Register 
notice listing the additive for use; 


(v) For a patent claiming a medical device: 


(A) The effective date of the investigational device exemp- 
tion (IDE) and the IDE number, if applicable, or the date 
on which the applicant began the first clinical investigation 
involving the device if no IDE was submitted and any available 
substantiation of that date; 


(B) The date on which the application for product approval 
or notice of completion of a product development protocol 
under section 515 of the Federal Food, Drug and Cosmetic Act 
was initially submitted and the number of the application; and 


(C) The date on which the application was approved or the 
protocol declared to be completed; 


x** KK * 


(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.20(j)); and 
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(15) The name, address, and telephone number of the person 
to whom inquiries and correspondence relating to the applica- 
tion for patent term extension are to be directed. 


(b) The application under this section must be accompanied 
by two additional copies of such application. 


(c) If an application for extension of patent term is informal 
under this section, the Office will so notify the applicant. The 
applicant has two months from the mail date of the notice, or 
such time as is set in the notice, within which to correct the 
informality. Unless the notice indicates otherwise, this time 
period may be extended under the provisions of § 1.136. 


80. Section 1.741 is proposed to be amended by revising its 
heading, the introductory text of paragraph (a) and paragraphs 
(a)(S) and (b) to read as follows: 


§ 1.741 Complete application given a filing date; petition 
procedure. 


(a) The filing date of an application for extension of a patent 
term is the date on which a complete application is received 
in the Office or filed pursuant to the procedures set forth in § 
1.8 or § 1.10. A complete application must include: 


* * KK * 


(5) Sufficient information to enable the Commissioner to 
determine under subsections (a) and (b) of 35 U.S.C. 156 the 
eligibility of a patent for extension and the rights that will 
be derived from the extension and information to enable the 
Commissioner and the Secretary of Health and Human Services 
or the Secretary of Agriculture to determine the length of the 
regulatory review period; and 


x KKK * 


(b) If an application for extension of patent term is incomplete 
under this section, the Office will so notify the applicant. If 
applicant requests review of a notice that an application is 
incomplete, or review of the filing date accorded an application 
under this section, applicant must file a petition pursuant to 
this paragraph accompanied by the fee set forth in § 1.17(h) 
within two months of the mail date of the notice that the 
application is incomplete, or the notice according the filing 
date complained of. Unless the notice indicates otherwise, this 
time period may be extended under the provisions of § 1.136. 


81. Section 1.780 is proposed to be revised to read as follows: 
§ 1.780 Certificate or order of extension of patent term. 


If a determination is made pursuant to § 1.750 that a patent 
is eligible for extension and that the term of the patent is to 
be extended, a certificate of extension, under seal, or an order 
granting interim extension under 35 U.S.C. 156(d)(5), will be 
issued to the applicant for the extension of the patent term. 
Such certificate or order will be recorded in the official file of 
the patent and will be considered as part of the original patent. 
Notification of the issuance of the certificate or order of exten- 
sion will be published in the Official Gazette of the Patent and 
Trademark Office. Notification ofthe issuance of the order 
granting an interim extension under 35 U.S.C. 156(d)(5), 
including the identity of the product currently under regulatory 
review, will be published in the Official Gazette of the Patent 
and Trademark Office and in the Federal Register. No certifi- 
cate of, or order granting, an extension will be issued if the 
term of the patent cannot be extended, even though the patent 
is otherwise determined to be eligible for extension. In such 
situations, the final determination made pursuant to § 1.750 
will indicate that no certificate or order will issue. 


82. Section 1.809 is proposed to be amended by revising 
paragraphs (b) introductory text, (b)(1) and (c) to read as fol- 
lows: 

§ 1.809 Examination procedures. 


**e KK *K 


(b) The applicant for patent or patent owner shall reply to 
a rejection under paragraph (a) of this section by- 
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(1) In the case of an applicant for patent, making an accept- 
able original or replacement or supplemental deposit or assuring 
the Office in writing that an acceptable deposit will be made, 
or, in the case of a patent owner, requesting a certificate of 
correction of the patent which meets the terms of paragraphs 
(b) and (c) of § 1.805, or 


* eK KK 


(c) If an application for patent is otherwise in condition for 
allowance except for a needed deposit and the Office has 
received a written assurance that an acceptable deposit will be 
made, applicant will be notified and given a period of time 
within which the deposit must be made in order to avoid aban- 
donment. This time period is not extendable under § 1.136(a) 
or (b) (see § 1.136(c)). 


* * * *K * 


83. Section 1.821 is proposed to be amended by revising 
paragraphs (c), (e) and (f) to read as follows: 


§ 1.821 Nucleotide and/or amino acid sequence disclosures 
in patent applications. 


* * KK * 


(c) Patent applications which contain disclosures of nucleo- 
tide and/or amino acid sequences must contain such nucleotide 
and/or amino acid sequences disclosure and associated informa- 
tion as a separate part of the disclosure using the symbols and 
format in accordance with the requirements of §§ 1.822 and 
1.823. This disclosure is hereinafter referred to as the 
“Sequence Listing.’” Each sequence disclosed must appear 
separately in the ‘‘Sequence Listing.’” Each sequence set forth 
in the ‘‘Sequence Listing”’ shall be assigned a separate sequence 
identifier. The sequence identifiers shall begin with | and 
increase sequentially by integers. If no sequence is present for 
a sequence identifier, the code ‘*000’’ shall be used in place 
of the sequence. The response for the numeric identifier & 
<160> (see § 1.823(b)) shall include the total number of SEQ 
ID NOs, whether followed by a sequence or by the code **000.”’ 
The ‘*Sequence Listing’’ must be submitted either on: 


(1) Paper in compliance with § 1.823; or 


(2) A Compact Disk-Read Only Memory (CD-ROM) or 
Compact Disk-Recordable (CD-R) in compliance with § 1.823. 
Applicant may submit a second copy of such a CD-ROM or 
CD-R ‘‘Sequence Listing’’ to satisfy the requirement for a 
**Sequence Listing’’ in a computer readable format pursuant 
to paragraph (e) of this section, provided that the CD-ROM or 
CD-R ‘‘Sequence Listing’’ meets the requirements of § 
1.824(b) and (c)(4). 


* KKK * 


(e) In addition to the submission of the ‘‘Sequence Listing”’ 
referred to in paragraph (c) of this section, a copy of this 
**Sequence Listing’’ must also be submitted in computer read- 
able form in accordance with the requirements of § 1.824. The 
computer readable form submitted pursuant to this paragraph 
must be a copy of the ‘‘Sequence Listing’’ submitted pursuant 
to paragraph (c) of this section and will not necessarily be 
retained as a part of the patent application file. If the computer 
readable form of a new application is to be identical with the 
computer readable form of another application of the applicant 
on file in the Patent and Trademark Office, reference may be 
made to the other application and computer readable form in 
lieu of filing a duplicate computer readable form in the new 
application if the computer readable form in the other applica- 
tion was compliant with all of the requirements of this subpart. 
The new application shall be accompanied by a letter making 
such reference to the other application and computer readable 
form, both of which shall be completely identified. In the new 
application, applicant must also request the use of the compliant 
computer readable form (CRF) ‘‘Sequence Listing’’ that is 
already on file for the other application and must state that the 
paper or CD-ROM or CD-R copy of the *‘Sequence Listing”’ 
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in the new application is identical to the computer readable 
(CRF) copy filed for the other application. 


(f) In addition to the paper or CD-ROM or CD-R copy 
required by paragraph (c) of this section and the computer 
readable form required by paragraph (e) of this section, a state- 
ment that the content of the paper, CD-ROM, or CD-R submis- 
sion under paragraph (c) of this section and the computer 
readable (CRF) copy under paragraph (e) of this section are 
the same must be submitted with the computer readable form 
(e.g., a statement that “‘the information recorded in computer 
readable form is identical to the paper (or CD-ROM or CD- 
R) copy of the sequence listing submitted under § 1.821(c)’’ 
submitted under § 1.821(c)). 


xe KK * 


84. Section 1.823 is proposed to be amended by revising its 
heading and paragraph (a) to read as follows: 


§ 1.823 Requirements for nucleotide and/or amino acid 
sequences as part of the application. 


(a)(1) If the ‘‘Sequence Listing’’ required by § 1.821(c) is 
submitted on paper: The ‘‘Sequence Listing,’’ setting forth the 
nucleotide and/or amino acid sequence and associated informa- 
tion in accordance with paragraph (b) of this section, must 
begin on a new page and must be titled ‘‘Sequence Listing.”’ 
The ‘*Sequence Listing’’ preferably should be numbered inde- 
pendently of the numbering of the remainder of the application. 
Each page of the ‘‘Sequence Listing’’ should contain no more 
than 66 lines and each line should contain no more than 72 
characters. A fixed-width font should be used exclusively 
throughout the ‘‘Sequence Listing.’’ 


(2) If the “Sequence Listing’’ required by § 1.821(c) is 
submitted on a CD-ROM or CD-R: The ‘*Sequence Listing’’ 
must be submitted as a text file in the American Standard Code 
for Information Interchange (ASCII) in accordance with the 
standards for that medium set forth in 36 CFR 1228.188(c) 
and (d). No other format shall be allowed. The CD-ROM or 
CD-R *‘Sequence Listing’’ must also be accompanied by docu- 
mentation on paper that is adequate to identify, maintain, and 
interpret the electronic ‘‘Sequence Listing.’’ A notation that a 
“*Sequence Listing’ is submitted on a CD-ROM or CD-R must 
be placed conspicuously in the specification (see § 1.77(b)(11)). 
The CD-ROM or CD-R *‘Sequence Listing’’ also must be 
labeled with the following information: 


(i) The name of each inventor (if known); 


(ii) The title of the invention; 


(iii) The sequence identifiers of the ‘‘Sequence Listings” 
on that CD-ROM or CD-R; and 


(iv) The docket number used by the person filing the applica- 
tion to identify the application (if applicable). 


xe KK * 


84a. Section 1.824 is proposed to be amended by revising 
paragraph(c)(4) to read as follows: 


§ 1.824 Form and format for nucleotide and/or amino acid 
sequence submissions in computer readable form. 


xe KK * 


crs 


(4) CD-ROM or CD-R: Format ISO 9660 or High Sierra 
Format. 


** eK * 


85. Section 1.825 is proposed to be amended by revising 
paragraphs(a) and (b) to read as follows: 
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§ 1.825 Amendments to or replacement of sequence listing 
and computer readable copy thereof. 


(a) Any amendment to the paper copy of the ‘‘Sequence 
Listing’’ submitted pursuant to § 1.821 must be made by sub- 
mission of substitute sheets. Any amendment to the CD-ROM 
or CD-R copy of the **‘Sequence Listing’’ submitted pursuant 
to § 1.821 must be made by submission of a new CD-ROM 
or CD-R containing a substitute ‘‘Sequence Listing.’ Amend- 
ments must be accompanied by a statement that indicates sup- 
port for the amendment in the application-as-filed, and a 
statement that the substitute sheets or new CD-ROM or CD- 
R includes no new matter. 


(b) Any amendment to the paper, CD-ROM, or CD-R copy 
of the ‘Sequence Listing’’ pursuant to paragraph (a) of this 
section must be accompanied by a substitute copy of the com- 
puter readable form of the *‘Sequence Listing’’ required pur- 
suant to § 1.821(e), including all previously submitted data 
with the amendment incorporated therein, and accompanied by 
a statement that the computer readable form copy is the same 
as the substitute paper or new CD-ROM or CD-R copy of the 
“‘Sequence Listing.”’ 


** KK * 


PART 3-ASSIGNMENT, RECORDING AND RIGHTS OF 
ASSIGNEE 


86. The authority citation for 37 CFR part 3 continues to 
read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


87. Section 3.27 is proposed to be revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignment, Washington, D.C. 20231, unless they are 
filed together with new applications. 


88. Section 3.71 is proposed to be revised to read as follows: 
§ 3.71 Prosecution by assignee. 


(a) Patents-Conducting of prosecution. One or more 
assignees as defined in paragraph (b) of this section may, after 
becoming of record pursuant to paragraph (c) of this section, 
conduct prosecution of a national patent application or a reex- 
amination proceeding to the exclusion of either the inventive 
entity, or the assignee(s) previously entitled to conduct prose- 
cution. 


(b) Patents-Assignee(s) who can prosecute. The assignee(s) 
who may conduct either the prosecution of a national applica- 
tion for patent or a reexamination proceeding are: 


(1) A single assignee. An assignee of the entire right, title 
and interest in the application or patent being reexamined who 
is ofrecord, or 


(2) Partial assignee(s) together or with inventor(s). All par- 
tial assignees, or all partial assignees and inventors who have 
not assigned their right, title and interest in the application or 
patent being reexamined, who together own the entire right, 
title and interest in the application or patent being reexamined. 
A partial assignee is any assignee of record having less than 
the entire right, title and interest in the application or patent 
being reexamined. 


(c) Patents-Becoming of record. An assignee becomes of 
record either in a national patent application or a reexamination 
proceeding by filing a statement in compliance with § 3.73(b). 


(d) Trademarks. The assignee of a trademark application 
or registration may prosecute a trademark application; submit 
documents to maintain a trademark registration; or file papers 





1232 OG 316 
(123) 

against a third party in reliance on the assignee’s trademark 
application or registration, to the exclusion of the original appli- 
cant or previous assignee. The assignee must establish owner- 
ship in compliance with § 3.73(b). 


89. Section 3.73 is proposed to be revised to read as follows: 
§ 3.73 Establishing right of assignee to take action. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application or registration, unless 
there is an assignment. 


(b)(1) In order to request or take action in a patent or trade- 
mark matter, the assignee must establish its ownership of the 
patent or trademark property to the satisfaction of the Commis- 
sioner. The establishment of ownership by the assignee may 
be combined with the paper that requests or takes the action. 
Ownership is established by submitting to the Office a signed 
statement identifying the assignee, accompanied by either: 


(i) Documentary evidence of a chain of title from the original 
owner to the assignee (e.g., copy of an executed assignment). 
The documents submitted to establish ownership may be 
required to be recorded pursuant to § 3.11 in the assignment 
records of the Office as a condition to permitting the assignee 
to take action in a matter pending before the Office; or 


(ii) A statement specifying where documentary evidence of 
a chain of title is recorded in the assignment records of the 
Office (e.g., reel and frame number). 


(2) The submission establishing ownership must show that 
the party signing the submission is a party authorized to act 
on behalf of the assignee by: 


(i) Including a statement that the party signing the submission 
is authorized to act on behalf of the assignee; or 


(ii) Being signed by a person having apparent authority to 
sign on behalf of the assignee, e.g., an officer of the assignee. 


(c) For patent matters only: 


(1) Establishment of ownership by the assignee must be 
submitted prior to, or at the same time as, the paper requesting 
or taking action is submitted. 


(2) If the submission under this section is by an assignee of 
less than the entire right, title and interest, such assignee must 


indicate the extent (by percentage) of its ownership interest or 
the Office may refuse to accept the submission. 


90. Section 3.81 is proposed to be revised to read as follows: 


§ 3.81 Issue of patent to assignee. 


For a patent application, if an assignment of the entire right, 
title, and interest is recorded before the issue fee is paid, the 
patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. If the patent is to issue solely 
or jointly to that assignee, the name of the assignee must be 
provided at the time the issue fee is paid. 


PART 5-SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


91. The authority citation for 37 CFR part 5 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the 
Patent Law Foreign Filing Amendments Act of 1988, Pub. L. 
100-418, 102 Stat. 1567; the Arms Export Contro! Act, as 
amended, 22 U.S.C. 2751 et seq.; the Atomic Energy Act of 
1954, as amended, 42 U.S.C. 2011 ef seg.; and the Nuclear 
Non-Proliferation Act of 1978, 22 U.S.C. 3201 et seq.; and the 
delegations in the regulations under these Acts to the Commis- 
sioner (15 CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 
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92. Section 5.1 is proposed to be revised to read as follows: 


§ 5.1 Applications and correspondence involving national 
security. 


(a) All correspondence in connection with this part, including 
petitions, should be addressed to *‘Assistant Commissioner for 
Patents (Attention Licensing and Review), Washington, D.C. 
20231.”’ 


(b) Application as used in this part includes provisional 
applications filed under 35 U.S.C. 111(b) (§ 1.9(a)(2) of this 
chapter), nonprovisional applications filed under 35 U.S.C. 
111(a) or entering the national stage from an international 
application after compliance with 35 U.S.C. 371 (§ 1.9(a)(3)), 
or international applications filed under the Patent Cooperation 
Treaty prior to entering the national stage of processing (§ 
1.9(b)). 


(c) Patent applications and documents relating thereto that 
are national security classified (see § 1.9(i) of this chapter) and 
contain authorized national security markings (e.g., ‘“Confiden- 
tial,’’ ‘‘Secret’’ or ‘“Top Secret’’) are accepted by the Office. 
National security classified documents filed in the Office must 
be either hand-carried to Licensing and Review or mailed to 
the Office in compliance with paragraph (a) of this section. 


(d) The applicant in a national security classified patent 
application must obtain a secrecy order pursuant to § 5.2(a). If 
a national security classified patent application is filed without a 
notification pursuant to § 5.2(a), the Office will set a time 
period within which either the application must be declassified, 
or the application must be placed under a secrecy order pursuant 
to § 5.2(a), or the applicant must submit evidence of a good 
faith effort to obtain a secrecy order pursuant to § 5.2(a) from 
the relevant department or agency in order to prevent abandon- 
ment of the application. If evidence of a good faith effort to 
obtain a secrecy order pursuant to § 5.2(a) from the relevant 
department or agency is submitted by the applicant within the 
time period set by the Office, but the application has not been 
declassified or placed under a secrecy order pursuant to § 5.2(a), 
the Office will again set a time period within which either the 
application must be declassified, or the application must be 
placed under a secrecy order pursuant to § 5.2(a), or the appli- 
cant must submit evidence of a good faith effort to again 
obtain a secrecy order pursuant to § 5.2(a) from the relevant 
department or agency in order to prevent abandonment of the 
application. 


(e) A national security classified patent application will not 
be allowed pursuant to § 1.311 of this chapter until the applica- 
tion is declassified and any secrecy order pursuant to § 5.2(a) 
has been rescinded. 


(f) Applications on inventions made outside the United States 
and on inventions in which a U.S. Government defense agency 
has a property interest will not be made available to defense 
agencies. 


93. Section 5.2 is proposed to be amended by adding a new 
paragraph(c) to read as follows: 


§ 5.2 Secrecy order. 


KKK KK 


(c) An application disclosing any significant part of the sub- 
ject matter of an application under a secrecy order pursuant to 
paragraph (a) of this section also falls within the scope of such 
secrecy order. Any such application that is pending before the 
Office must be promptly brought to the attention of Licensing 
and Review, unless such application is itself under a secrecy 
order pursuant to paragraph (a) of this section. Any subse- 
quently filed application containing any significant part of the 
subject matter of an application under a secrecy order pursuant 
to paragraph (a) of this section must either be hand-carried to 
Licensing and Review or mailed to the Office in compliance 
with § 5.1(a). 


94. Section 5.12 is amended by revising paragraph (b) to 
read as follows: 
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§ 5.12 Petition for license. 


x**K Ke *K * 


(b) A petition for license must include the fee set forth in 
§ 1.17(h), the petitioner’s address, and full instructions for 
delivery of the requested license when it is to be delivered to 
other than the petitioner. The petition should be presented in 
letter form. 


PART 10-REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARKOFFICE 


95. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


96. Section 10.23 is proposed to be amended by revising 
paragraph (c)(11) to read as follows: 


§ 10.23 Misconduct. 


x KK OK * 
(c) * * * 


(11) Except as permitted by § 1.52(c) of this chapter, know- 
ingly filing or causing to be filed an application containing any 
material alteration made in the application papers after the 
signing of the accompanying oath or declaration without identi- 
fying the alteration at the time of filing the application papers. 


xe KK * 
Q. TODD DICKINSON 


Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


Sep. 17, 1999 


[1228 OG 15] 


Errata 


Page 76, column one, of the Official Gazette of November 
2, 1999 (volume 1228) should be replaced with the following: 


2 KKK 


56. Section 1.173 is proposed to be revised to read as follows: 


§ 1.173 Reissue specification, drawings, and amendments. 


(a) Contents of a reissue application. An application for 


reissue must contain the entire specification, including the 
claims, and the drawings of the patent. No new matter shall 
be introduced into the application. 


(1) Specification, including claims. The entire specification, 
including the claims, of the patent for which reissue is requested 
must be furnished in the form of a copy of the printed patent, 
but with only a single column of the printed patent securely 
mounted, or otherwise reproduced in permanent form, on a 
single page. If an amendment of the reissue application is to 
be included, it must be made pursuant to paragraph (b) of this 
section. 


(2) Drawings. Applicant must submit a clean copy of each 
drawing sheet of the printed patent at the time the reissue 
application is filed. If such copy complies with § 1.84, no 
further drawings will be required. Where a drawing of the 
reissue application is to include any changes relative to the 
patent being reissued, the changes to the drawing must be made 
in accordance with paragraph (b)(3) of this section. The Office 
will not transfer the drawings from the patent file to the reissue 
application. 


(b) Making amendments in a reissue application. An amend- 


ment in a reissue application is made either upon filing, by 
incorporating the changes physically within the specification, 
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including the claims, using markings pursuant to paragraph (d) 
of this section, or by filing an amendment paper as a preliminary 
amendment or during prosecution directing that specified 
changes be made to the application specification, including the 
claims, or to the drawings. 


(1) Specification other than the claims. Changes to the speci- 


fication, other than to the claims, must be made by submission 
of the entire text of an added or rewritten paragraph, including 
markings pursuant to paragraph (d) of this section, except that 
an entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 
The precise point in the specification must be identified where 
any added or rewritten paragraph is located. 


(2) Claims. An amendment paper must include the entire 
text of each claim being changed by such amendment paper 
and of each claim being added by such amendment paper. For 
any claim changed by the amendment paper, a parenthetical 
expression “amended,” “twice amended,” etc., should follow 
the claim number. Each changed patent claim and each added 
claim must include markings pursuant to paragraph (d) of this 
section, except that a patent claim or added claim should be 
canceled by a statement canceling the claim without presenta- 
tion of the text of the claim. 


(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval 
by the examiner, new drawings in compliance with § 1.84 
including the approved changes must be filed. Amended figures 
must be identified as “Amended,” and any added figure must 
be identified as “New.” In the event that a figure is canceled, 
the figure must be surrounded by brackets and identified as 
“Canceled.” 


(c) Status of claims and support for claim changes. Whenever 
there is an amendment to the claims pursuant to paragraph (b) 
of this section, there must also be supplied, on pages separate 
from the pages containing the changes, the status (ie., pending 
or canceled), as of the date of the amendment, of all patent 
claims and of all added claims, and an explanation of the 
support in the disclosure of the patent for the changes to the 
claims made by the amendment paper. 


(d) Changes shown by markings. Any changes relative to 
the patent being reissued which are made to the specification, 
including the claims, upon filing, or by an amendment paper 
in the reissue application, must include the following markings: 





(1) The matter to be omitted by reissue must be enclosed in 
brackets; and 


(2) The matter to be added by reissue must be underlined. 


(e) Numbering of patent claims preserved. Patent claims may 
not be renumbered. The numbering of any claims added in 


the reissue application must follow the number of the highest 
numbered patent claim. 


(f) Amendment of disclosure may be required. The disclosure 


must be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to secure sub- 
stantial correspondence between the claims, the remainder of 
the specification, and the drawings. 


(g) Amendments made relative to patent. All amendments 
must be made relative to the patent specification, including the 
claims, and drawings, which are in effect as of the date of 
filing of the reissue application. 





§ 1.174 [Removed and Reserved] 
57. Section 1.174 is proposed to be removed and reserved. 
58. Section 1.176 is proposed to be revised to read as follows: 
§ 1.176 Examination of reissue. 

(a) A reissue application will be examined in the same manner 


as a non-reissue nonprovisional application, and will be subject 
to all the requirements of the rules related to non- reissue 
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applications. Restriction between subject matter of the original 
patent claims and previously unclaimed subject matter may be 
required. 


(b) The examiner will act on applications for reissue in 
advance of other nonprovisional applications. An application 
for reissue, other than a continued prosecution application under 
§ 1.53(d), will not be acted on sooner than two months after 
the announcement of the filing of the reissue application in the 


Official Gazette. 


59. Section 1.177 is proposed to be revised to read as follows: 
§ 1.177 Issuance of multiple reissue patents. 


(a) The Office may reissue a patent as multiple reissue 
patents. If applicant files more than one application for the 
reissue of a single patent, each such application must contain 
or be amended to contain in the first sentence of the specification 
a notice stating that more than one reissue application has 
been filed and identifying each of the reissue applications by 
relationship, application number and filing date. The Office 
may correct any reissue patent resulting from an application 
to which this paragraph applies and not containing the required 
notice by certificate of correction under § 1.322. 


(b) If applicant files more than one application for the reissue 
of a single patent, each claim of the patent being reissued must 
be presented in each of the reissue applications as an amended, 
unamended, or canceled (shown in brackets) claim, with each 
such claim bearing the same number as in the patent being 
reissued. The same claim of the patent being reissued may not 
be presented in its original unamended form for examination 
in more than one of such multiple reissue applications. The 
numbering of any added claims in any of the multiple reissue 
applications must follow the number of the highest numbered 
original patent claim. 


(c) If any one of the several reissue applications by itself 
fails to correct an error in the original patent as required by 
35 U.S.C. 251, but is otherwise in condition for allowance, the 
Office may suspend action in the allowable application until 
all issues are resolved as to at least one of the remaining reissue 
applications. The Office may also merge two or more of the 
multiple reissue applications into a single reissue application. 
No reissue application containing only unamended patent 
claims and not correcting an error in the original patent will 
be passed to issue by itself. 


60. Section 1.178 is proposed to be revised to read as follows: 
§ 1.178 Original patent. 


The application for a reissue should be accompanied by an 
offer to surrender the original patent. The application should 
also be accompanied by the original patent, or if the original 
is 

KK KKK 


Page 78, column one, of the Official Gazette of November 
2, 1999 (volume 1228) should be replaced with the following: 


KKK 


(2) If the person making the oath or declaration or any 
supplemental oath or declaration is not the inventor (§§ 1.42, 
1.43, or 1.47), the oath or declaration shall state the relationship 
of the person to the inventor, and, upon information and belief, 
the facts which the inventor would have been required to state. 
If the person signing the oath or declaration is the legal represen- 
tative of a deceased inventor, the oath or declaration shall also 
state that the person is a legal representative and the citizenship, 
residence and mailing address of the legal representative. 


KK 


(d) If the oath or declaration filed pursuant to 35 U.S.C. 
371(c)(4) and this section names an inventive entity different 
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from the inventive entity set forth in the international stage, 
the oath or declaration must be accompanied by: 


(1) A statement from each person being added as an inventor 
and from each person being deleted as an inventor that any 
error in inventorship in the international stage occurred without 
deceptive intention on his or her part; 


(2) The processing fee set forth in § 1.17(i); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b) of this chapter). 


73. Section 1.510 is proposed to be amended by revising para- 
graph (b)(4) to read as follows: 


§ 1.510 Request for reexamination. 


AK KA 


(b) OB 


(4) The entire specification, including the claims, of the 
patent for which reexamination is requested, in the form of a 
copy of the printed patent, but with only a single column of 
the printed patent securely mounted, or otherwise reproduced 
in permanent form, on a single sheet. A clean copy of each 
drawing sheet of the printed patent must also be furnished. 
Additionally, a copy of any disclaimer, certificate of correction, 
or reexamination certificate issued in the patent must be 
included. 


2K KK 


74. Section 1.530 and its heading are proposed to be amended 
by revising its heading and paragraph (d), and adding para- 
graphs (e) through (1) to read as follows: 


§ 1.530 Statement; amendment by patent owner; inventor- 
ship change. 


KKK 


(d) Making amendments in a reexamination proceeding. A 


proposed amendment in a reexamination proceeding is made 
by filing a paper directing that proposed specified changes be 
made to the patent specification, including the claims, or to 
the drawings. An amendment paper directing that proposed 
specified changes be made in a reexamination proceeding may 
be submitted as an accompaniment to a request filed by the 
patent owner in accordance with § 1.510(e), as part of a patent 
owner statement in accordance with paragraph (b) of this sec- 
tion, or, where permitted, during the conduct of the reexamina- 
tion proceeding pursuant to § 1.550(a). 


(1) Specification other than the claims. Changes to the speci- 
fication, other than to the claims, must be made by submission 
of the entire text of an added or rewritten paragraph including 
markings pursuant to paragraph (f) of this section, except that 
an entire paragraph may be deleted by a statement deleting the 
paragraph, without presentation of the text of the paragraph. 
The precise point in the specification must be identified where 
any added or rewritten paragraph is located. 


(2) Claims. An amendment paper must include the entire 
text of each patent claim which is being proposed to be changed 
by such amendment paper and of each new claim being pro- 
posed to be added by such amendment paper. For any claim 
changed by the amendment paper, a parenthetical expression 
“amended,” “twice amended.” etc., should follow the claim 
number. Each patent claim proposed to be changed and each 
proposed added claim must include markings pursuant to para- 
graph (f) of this section, except that a patent claim or proposed 
added claim should be canceled by a statement canceling the 
claim, without presentation of the text of the claim. 


(3) Drawings. Any change to the patent drawings must be 
submitted as a sketch on a separate paper showing the proposed 
changes in red for approval by the examiner. Upon approval 
of the changes by the examiner, only new sheets of drawings 
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including the changes and in compliance with § 1.84 must be 
filed. Amended figures must be identified as “Amended,” and 
any added figure must be identified as “New.” In the event a 
figure is canceled, the figure must be surrounded by brackets 
and identified as “Canceled.” 


(e) Status of claims and support for claim changes. Whenever 


there is an amendment to the claims pursuant to paragraph (d) 
of this section, there must also be supplied, on pages separate 
from the pages containing the changes, the status (i.e., pending 
or canceled), as of the date of the amendment, of all patent 
claims and of all added claims, and an explanation of the 
support in the disclosure of the patent for the changes to the 
claims made by the amendment paper. 


(f) Changes shown by markings. Any changes relative to the 


patent being reexamined which are made to the specification, 
including the claims, must include the following markings: 


(1) The matter to be omitted by the reexamination proceeding 
must be enclosed in brackets; and 


(2) The matter to be added by the reexamination proceeding 
must be underlined. 


(g) Numbering of patent claims preserved. Patent claims 


may not be renumbered. The numbering of any claims added 
in the reexamination proceeding must follow the number of 
the highest numbered patent claim. 


(h) Amendment of disclosure may be required. The disclo- 


sure must be amended, when required by the Office, to correct 
inaccuracies of description and definition, and to secure sub- 
stantial correspondence between the claims, the remainder of 
the specification, and the drawings. 


(i) Amendments made relative to patent. All amendments 


must be made relative to the patent specification, including the 
claims, and drawings, which are in effect as of the date of 
filing the request for reexamination. 


(j) No enlargement of claim scope. No amendment may 


enlarge the scope of the claims of the patent or introduce new 
matter. No amendment may be proposed for entry in an expired 
patent. Moreover, no amendment, other than the cancellation 
of claims, will be incorporated into the patent by a certificate 
issued after the expiration of the patent. 


(k) Amendments not effective until certificate. Although the 
Office actions will treat proposed amendments as though they 
have been entered, the proposed amendments will not be effec- 
tive until the reexamination certificate is issued. 


(1) Correction of inventorship in reexamination proceedings. 


(1) When it appears that the correct inventor or inventors 
were not named in a patent being reexamined through error 
without deceptive intention on the part of the actual inventor 
or inventors, the Commissioner may, on petition of all the 
parties and the assignees and satisfactory proof of the facts and 
payment of the fee set forth in § 1.20(b), or on order of a court 
before which such matter is called in question, include in the 
reexamination certificate to be issued under § 1.570 an amend- 
ment naming only the actual inventor or inventors. The petition 
must be submitted as part of the reexamination proceeding, 
and must satisfy the requirements of § 1.324. 


(2) Notwithstanding paragraph (1)(1) of this section, if a 
petition to correct inventorship satisfying the requirements of 
§ 1.324 is filed in a reexamination proceeding, and the reexami- 
nation proceeding is terminated other than in a reexamination 
certificate under § 1.570, a certificate of correction indicating 
the change of inventorship stated in the petition will be issued 
upon request by the patentee. 


75. Section 1.550 is proposed to be amended by revising para- 
graphs (a) through (c) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
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ducted with special dispatch within the Office. After issuance 
of the reexamination order and expiration of the time for submit- 
ting any responses thereto, the examination will be conducted 
in accordance with §§ 1.104, 1.105, 1.110-1.113, 1.115, and 
1.116 and will result in the issuance of a reexamination certifi- 
cate under § 1.570. 


(b) The patent owner will be given at least thirty days to 
respond to any Office action. Such response may include further 
statements in response to any rejections and/or proposed amend- 
ments or new claims to place the patent in a condition where 
all claims, if amended as proposed, would be patentable. 


(c)(1) On or before the day on which an action by the patent 
owner is due in a reexamination proceeding, the time for taking 
action by a patent owner will be extended only for sufficient 
cause, and for a reasonable time specified. Any request for 
such extension must be filed on or before the day on which 
action by the patent owner is due, but in no case will the mere 
filing of a request effect any extension. See § 1.304(a) for 
extensions of time for filing a notice of appeal to the U.S. 
Court of Appeals for the Federal Circuit or for commencing a 
civil action. 


(2) After the day on which an action by the patent owner is 
due in a reexamination proceeding, the time for taking action 
by a patent owner will be extended only upon the granting of 
a petition for extension of time to accept late papers on the 
grounds that submission of the papers was unintentionally 
delayed. A petition must be: 


(i) Accompanied by papers effecting the action by the patent 
owner required to continue prosecution of the reexamination 
proceeding; 

(ii) Accompanied by the petition fee as set forth in § 1.17(h); 

(iii) Accompanied by a statement that the delay was uninten- 
tional. The Commissioner may require additional information 


where there is a question whether the delay was unintentional; 
and 


(iv) Filed as a complete petition within the full statutory time 
period for submission of the papers that were unintentionally 
delayed. 


KKK 
76. Section 1.666 is proposed to be amended by revising para- 
graph (b) to read as follows: 


§ 1.666 Filing of interference settlement agreements. 


(b) If any party filing the agreement or understanding under 
paragraph (a) of this section so requests, the copy will be kept 
separate from the file of the interference, and made available 
only to Government agencies on written request, or to any 
person upon petition accompanied by the fee set forth in § 
1.17(h) and on a showing of good cause. 


KK AK 


77. Section 1.720 is proposed to be amended by revising para- 
graphs (b) and (g) to read as follows: 


§ 1.720 Conditions for extension of patent term. 


KKK 


(b) The term of the patent has never been previously 
extended, except for extensions issued pursuant to § 1.701, § 
1.760, or § 1.790; 


KKK 


(g) The term of the patent, including any interim extension 
issued pursuant to § 1.790, has not expired before the submis- 
sion of an application in compliance with § 1.741; and 


KKK 


78. Section 1.730 is proposed to be revised to read as follows: 
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§ 1.730 Applicant for extension of patent term; signature 
requirements. 


(a) Any application for extension of a patent term must be 
submitted by the owner of record of the patent or its agent and 
must comply with the requirements of § 1.740. 


(b) If the application is submitted by the patent owner, the 
application must be signed either by: 


(1) The patent owner in compliance with § 3.73(b) of this 
chapter; or 


(2) A registered practitioner on behalf of the patent owner. 


(c) If the application is submitted on behalf of the patent 
owner by an agent of the patent owner (e.g., a licensee of the 
patent owner), the application must be signed by a registered 
practitioner on behalf of the agent. The Office may require 
proof that the agent is authorized to act on behalf of the patent 
owner. 


(d) If the application is signed by a registered practitioner, 
the Office may require proof that the practitioner is authorized 
to act on behalf of the patent owner or agent of the patent 
owner. 


79. Section 1.740 is proposed to be amended by revising its 
heading, the introductory text of paragraph (a), and paragraphs 
(a)(9), (a)(10), (a)(14), (a)(15), (b) and (c) to read as follows: 


§ 1.740 Formal requirements for application for extension 
of patent term; correction of informalities. 


(a) An application for extension of patent term must be made 
in writing to the Commissioner. A formal application for the 
extension of patent term must include: 


KA 


(9) A statement that the patent claims the approved product 
or a method of using or manufacturing the approved product, 
and a showing which lists each applicable patent claim and 
demonstrates the manner in which at least one such patent 
claim reads on: 


(i) The approved product, if the listed claims include any 
claim to the approved product; 


(ii) The method of using the approved product, if the listed 
claims include any claim to the method of using the approved 
product; and 


(iii) The method of manufacturing the approved product, if 
the listed claims include any claim to the method of manufac- 
turing the approved product; 


(10) A statement beginning on a new page, of the relevant 
dates and information pursuant to 35 U.S.C. 156(g) in order 
to enable the Secretary of Health and Human Services or the 
Secretary of Agriculture, as appropriate, to determine the appli- 
cable regulatory review period as follows: 


(i) For a patent claiming a human drug, antibiotic, or human 
biological product: 


(A) The effective date of the investigational new drug (IND) 
application and the IND number; 


(B) The date on which a new drug application (NDA) or 
Product License Application (PLA) was initially submitted and 
the NDA or PLA number; and 


(C) The date on which the NDA was approved or the Product 
License issued; 


(ii) For a patent claiming a new animal drug: 


(A) The date a major health or environmental effects test 
on the drug was initiated, and any available substantiation of 
that date, or the date of an exemption under subsection (j) of 
section 512 of the Federal Food, Drug, and Cosmetic Act 
became effective for such animal drug; 
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(B) The date on which a new animal drug application 
(NADA) was initially submitted and the NADA number; and 
(C) the date on which the NADA was approved; 
(iii) For a patent claiming a veterinary biological product: 


(A) The date the authority to prepare an experimental biolog- 
ical product under the Virus-Serum-Toxin Act became effec- 
tive; 


(B) The date an application for a license was submitted under 
the Virus-Serum-Toxin Act; and 


(C) The date the license issued; 

(iv) For a patent claiming a food or color additive: 

(A) The date a major health or environmental effects test 
on the additive was initiated and any available substantiation 
of that date; 


(B) The date on which a petition for product approval under 
the Federal Food, Drug and Cosmetic Act was initially sub- 
mitted and the petition number; and 


(C) The date on which the FDA published a Federal Register 
notice listing the additive for use; 


(v) For a patent claiming a medical device: 


(A) The effective date of the investigational device exemp- 
tion (IDE) and the IDE number, if applicable, or the date 
on which the applicant began the first clinical investigation 
involving the device if no IDE was submitted and any available 
substantiation of that date; 


(B) The date on which the application for product approval 
or notice of completion of a product development protocol 
under section 515 of the Federal Food, Drug and Cosmetic Act 
was initially submitted and the number of the application; and 


(C) The date on which the application was approved or the 
protocol declared to be completed; 


OK KK 


(14) The prescribed fee for receiving and acting upon the 
application for extension (see § 1.200(j)); and 


KRKKK 
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[Docket No.: 980826226-8226-01] 
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Changes to Implement the Patent Business Goals 


(124) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Advance notice of proposed rulemaking. 


SUMMARY: The Patent and Trademark Office (PTO) has 
established business goals for the organizations reporting to 
the Assistant Commissioner for Patents (Patent Business 
Goals). The Patent Business Goals have been established in 
response to the Vice-President’s designation of the PTO as an 
agency that has a high impact on the public, and they are 
designed to make the PTO a more business-like agency. The 
focus of the Patent Business Goals is to increase the level of 
service to the public by raising the efficiency and effectiveness 
of the PTO’s business processes. 


The PTO is considering a number of changes to the rules of 
practice and procedure to support the Patent Business Goals. 
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The PTO is publishing this Advance Notice of Proposed Rulem- 
aking to allow for public input at an early stage in the rule 
making process. The PTO is soliciting comments on these 
specific changes to the rules of practice or procedures. 


DATES: COMMENT DEADLINE DATE: To be ensured of 
consideration, written comments must be received on or before 
December 4, 1998. While comments may be submitted after 
this date, the PTO cannot ensure that consideration will be 
given to such comments. No public hearing will be held. 





ADDRESSES: Comments should be sent by mail message 
over the Internet addressed to regreform@uspto.gov. Com- 
ments may also be submitted by mail addressed to: Box Com- 
ments—Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231, or by facsimile to (703) 308-6916, 
marked to the attention of Hiram H. Bernstein. Although com- 
ments may be submitted by mail or facsimile, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/4 inch disk accompanied 


by a paper copy. 


The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Suite 
520, of One Crystal Park, 2011 Crystal Drive, Arlington, Vir- 
ginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: ftp.uspto.gov). Since 
comments will be made available for public inspection, infor- 
mation that is not desired to be made public, such as an address 
or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: With 
regard to this Advance Notice of Proposed Rulemaking in 
General: Hiram H. Bernstein or Robert W. Bahr, by telephone 
at (703) 305-9285, or by mail addressed to: Box Comments— 
Patents, Assistant Commissioner for Patents, Washington, DC 
20231, or by facsimile to (703) 308-6916, marked to the atten- 
tion of Mr. Bernstein. 


With regard to simplifying request for small entity status (Topic 
1): James E. Bryant, III, at the above telephone number. 


With regard to requiring separate surcharges and supplying 
filing receipts (Topic 2), and permitting delayed submission 
of an oath or declaration, and changing time period for submis- 
sion of the basic filing fee and English translation (Topic 3), 
and creating a PTO review service for applicant-created forms 
(Topic 21): Fred A. Silverberg, at the above telephone number. 


With regard to limiting the number of claims in an application 
(Topic 4), providing for presumptive elections (Topic 14), and 
creating alternative review procedures for applications under 
appeal (Topic 18): Robert W. Bahr, at the above telephone 
number. 


With regard to harmonizing standards for patent drawings 
(Topic 5), printing patents in color (Topic 6), and reducing 
time for filing corrected or formal drawings (Topic 7): Karin 
L. Tyson, at the above telephone number. 


With regard to permitting electronic submission of voluminous 
material (Topic 8): Jay Lucas, at the above telephone number. 


With regard to imposing limits/requirements on information 
disclosure statement submissions (Topic 9), and refusing infor- 
mation disclosure statement consideration under certain cir- 
cumstances (Topic 10): Kenneth M. Schor, at the above 
telephone number. 


With regard to providing no cause suspension of action (Topic 
11): Gerald A. Dost, at the above telephone number. 


With regard to requiring a handling fee for preliminary amend- 
ments and supplemental replies (Topic 12): Randall L. Green, 
at the above telephone number. 


With regard to changing amendment practice to replacement 
by paragraphs/claims (Topic 13), requiring identification of 
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broadening in a reissue application (Topic 16), and changing 
multiple reissue application treatment (Topic 17): Joseph A. 
Narcavage, at the above telephone number. 


With regard to creating a rocket docket for design applications 
(Topic 15): Lawrence E. Anderson, at the above telephone 
number. 


With regard to eliminating preauthorization of payment of the 
issue fee (Topic 19), and reevaluating the Disclosure Document 
Program (Topic 20): John F. Gonzales, at the above telephone 
number. 


SUPPLEMENTARY INFORMATION: 
I. Background. 


For Fiscal Year 1999, the PTO is emphasizing its core business: 
(1) the granting of patents; (2) the registering of trademarks; 
and (3) the dissemination of the information contained in those 
documents. The Presidential themes of encouraging innovation 
and investment, enhancing our customers’ satisfaction and 
seeking efficiencies through international cooperation are 
embodied in the business goals of the organizations reporting 
to the Assistant Commissioner for Patents (Patent Business 
Goals). 


President Clinton’s Framework for Global Electronic Com- 
merce demands that the United States make its system for 
protecting patentable innovations more efficient to meet the 
needs of the fast-moving electronic age. The PTO was selected 
by Vice President Gore as one of a small group of Federal 
agencies, known as High Impact Agencies, that has a direct 
impact on the public. The products and services that the PTO 
provides to its customers must enable them to get their new 
inventions and new ideas into the American and global market- 
place. 


The PTO’s participation as a High Impact Agency is expressed 
in its Year 2000 Commitments, part of the Fiscal Year 1999 
Annual Performance Plan. Some key objectives of that plan 
include: 


1. The PTO will reduce its processing or cycle time (i.e., the 
actual time spent by the PTO in processing an application, 
which does not include the time when the PTO is awaiting a 
reply or other action by the applicant) for inventions to twelve 
months by the year 2003. 


2. The PTO will test reengineered processes and automated 
systems, and be ready to deploy electronic processing of patent 
applications by the year 2003. 


3. The PTO will work with the World Intellectual Property 
Organization (WIPO) to achieve electronic filing of Patent 
Cooperation Treaty applications, and by the year 2000, elec- 
tronically receive and process Patent Cooperation Treaty (PCT) 
applications at the PTO. 


The activities in this plan call for changes in the very nature 
of the patent prosecution activity as it currently exists. Such 
activities are reflected in the regulations of the PTO, Title 37 
of the Code of Federal Regulations. This rulemaking is designed 
to be the vehicle of the changes to these regulations, to embody 
the spirit and substance of the PTO’s activities for self-improve- 
ment. 


II. Specific Patent Business Goals. 


The PTO has established five specific Patent Business Goals, 
which have been adopted as part of the Fiscal Year 1999 
Corporate Plan Submission of the President. The five Patent 
Business Goals are: 


Goal 1: Reduce PTO processing time (cycle time) to twelve 
months or less for all inventions. 


Goal 2: Establish fully-supported and integrated Industry Sec- 
tors. 


Goal 3: Receive applications and publish patents electronically. 


Goal 4: Exceed our customers’ quality expectations, through 
the competencies and empowerment of our employees. 
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Goal 5: Align fees commensurate with resource utilization and 
customer efficiency. 


The organizations reporting to the Assistant Commissioner for 
Patents have developed a business plan (Patent Business Plan) 
to achieve the Patents Business Goals. The rule and procedure 
changes currently under consideration by the PTO, and to which 
this Advance Notice of Proposed Rulemaking (Advance Notice) 
pertains, are in support of the Patent Business Plan. 


An example of how the PTO is considering changes to the 
rules of practice and procedure to meet the varied demands of 
its customers is shown by the consideration of both an expedited 
examination procedure for design applications as well as an 
expanded suspension of action (or deferred examination) proce- 
dure. Currently, all applications are, with limited exceptions, 
scheduled for examination based upon their filing date. See 
section 708.02 of the Manual of Patent Examining Procedure 
(6th ed., rev. 3, July 1997) (MPEP). While the rules of practice 
do provide for the advancement of applications for examination 
(37 CFR 1.102) and suspension of action in an application (37 
CFR 1.103), the current procedures are not sufficiently tailored 
to the varied needs of the PTO’s customers. 


The PTO is considering providing a procedure under which 
those design applicants who need rapid examination due to 
rapid style changes will be able to request expedited examina- 
tion of their applications. The PTO is also considering providing 
a procedure under which those applicants who do not need or 
desire examination (e.g., the cost of prosecution is a burden 
and the invention is not yet commercially viable) will be able to 
request a prolonged suspension of action. Obviously, applicants 
may be required to pay additional fees (e.g., to recover the 
PTO’s costs of exception processing for an expedited applica- 
tion) or waive certain rights (e.g., agree to publication of the 
application as a condition of a prolonged suspension of action) 
to avail themselves of the benefits of these procedures. 


Finally, the changes under consideration are intended to 
improve the PTO’s business processes in the context of the 
current legal and technological environment. Should these envi- 
ronments change (e.g., by adoption of an international Patent 
Law Treaty, enactment of H.R. 400 or S. 507, 105th Cong., 
Ist Sess. (1997), or implementation of new automation capabili- 
ties), the PTO would have to reconsider its business processes 
and make such further changes to the rules of practice as are 
necessary. 


III. Topics for Public Comment. 


A. Introduction. 


The topics on which the PTO particularly desires public input 
at this rulemaking stage are: 


(1) Simplifying requests for small entity status (37 CFR 1.27); 


(2) Requiring separate surcharges and supplying filing receipts 
(37 CFR 1.53); 

(3) Permitting delayed submission of an oath or declaration, 
and changing time period for submission of the basic filing 
fee and English translation (37 CFR 1.52, 1.53); 


(4) Limiting the number of claims in an application (37 CFR 
1.75); 


(5) Harmonizing standards for patent drawings (37 CFR 1.84); 
(6) Printing patents in color (37 CFR 1.84); 


(7) Reducing time for filing corrected or formal drawings (37 
CFR 1.85); 


(8) Permitting electronic submission of voluminous material 
(37 CFR 1.96, 1.821); 


(9) Imposing limits/requirements on information disclosure 
statement submissions (37 CFR 1.98); 
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(10) Refusing information disclosure statement consideration 
under certain circumstances (37 CFR 1.98); 


(11) Providing no cause suspension of action (37 CFR 1.103); 


(12) Requiring a handling fee for preliminary amendments and 
supplemental replies (37 CFR 1.111); 


(13) Changing amendment practice to replacement by para- 
graphs/claims (37 CFR 1.121); 


(14) Providing for presumptive elections (37 CFR 1.141); 


(15) Creating a rocket docket for design applications (37 CFR 
1.155); 


(16) Requiring identification of broadening in a reissue applica- 
tion (37 CFR 1.173); 


(17) Changing multiple reissue application treatment (37 CFR 
Ry wh 


(18) Creating alternative review procedures for applications 
under appeal (37 CFR 1.192); 


(19) Eliminating preauthorization of payment of the issue fee 
(37 CFR 1.311); 


(20) Reevaluating the Disclosure Document Program; and 
(21) Creating a PTO review service for applicant-created forms. 
A discussion of each of these topics is set forth below. 


The topics discussed in this Advance Notice are those for 
which the PTO is considering the greatest change from current 
practice. For this reason, the PTO is publishing this Advance 
Notice (rather than a Notice of Proposed Rulemaking) to obtain 
public input on these topics at the inception of the rulemaking 
process. The public is invited to submit written comments on 
any of the topics, including issues related to changes in practice 
as well as the implementation of any such change in practice. 
Certain topics do not conclude with questions; however, the 
PTO desires comments on such topics in general. 


Other Considerations. 


This Advance Notice is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). It has been determined 
that this rulemaking is significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This Advance Notice involves information collection require- 
ments which are subject to review by the Office of Management 
and Budget (OMB) under the Paperwork Reduction Act of 
1995 (44 U.S.C. 3501 et seq.). The collections of information 
involved in this Advance Notice have been reviewed and pre- 
viously approved by OMB under the following control num- 
bers: 0651-0021, 0651-0030, 0651-0031, 0651-0032, 0651- 
0033, 0651-0035, and 0651-0037. Any collections of informa- 
tion whose requirements will be revised as a result of the 
proposed rule changes discussed in this Advance Notice will 
be submitted to OMB for approval. The principal impact of 
the changes under consideration in this Advance Rule is to 
raise the efficiency and effectiveness of the PTO’s business 
processes to make the PTO a more business-like agency and 
increase the level of the PTO’s service to the public. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the PTO has submitted a copy of this Advance 
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Notice to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to Robert J. Spar, Director, Special Pro- 
gram Law Office, Patent and Trademark Office, Washington, 
D.C. 20231, or to the Office of Information and Regulatory 
Affairs of OMB, New Executive Office Bldg., 725 17th St. 
NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


The PTO has determined that this Advance Notice has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


B. Discussion of Specific Topics. 
1. Simplifying request for small entity status (37 CFR 1.27). 


Summary: The PTO is considering simplifying applicant’s 
request for small entity status. The currently used small entity 
statement forms would be eliminated as they would no longer 
be needed. 


Specifics of Change being Considered: Small entity status 
would be established at any time by a simple assertion of 
entitlement to small entity status without the currently required 
formalistic reference to 37 CFR 1.9. Payment of the (exact) 
small entity basic filing fee would be considered an assertion 
of smail entity status. To establish small entity status after 
payment of the basic filing fee, a written assertion of small 
entity status would be required to be submitted with or prior 
to a fee payment. There would be no change in the current 
requirement to make an investigation in order to determine 
entitlement to small entity status; the PTO would only be chan- 
ging the ease with which small entity status can be claimed 
once it has been determined that a claim to such status is 
appropriate. 


Problem and Background: 


37 CFR 1.27 currently requires that a request for small entity 
status be accompanied by submission of an appropriate state- 
ment that the party seeking small entity status qualifies in 
accordance with 37 CFR 1.9. Either a reference to 37 CFR 1.9 
or a specific statement relating to the provisions of 37 CFR 
1.9 is mandatory. For a small business, the small business must 
either state that exclusive rights remain with the small business, 
or if not, identify the party to which some rights have been 
transferred so that the party to which rights have been trans- 
ferred can submit its own small entity statement (37 CFR 
1.27(c)(1)(iii)). This can lead to the submission of multiple 
small entity statements for each request for small entity status 
where rights in the invention are split. The request for small 
entity status and reference/statement may be submitted prior 
to paying, or at the time of paying, any small entity fee. In 
part, to ensure that at least the reference to 37 CFR 1.9 is 
complied with, the PTO has produced four types of small 
entity statement forms (including ones for the inventors, small 
businesses and non-profit organizations) that include the 
required reference to 37 CFR 1.9 and specific statements as to 
exclusive rights in the invention. Additionally, the statement 
forms relating to small businesses and non-profit organizations 
need to be signed by an appropriate official empowered to act 
on behalf of the small business or non-profit organization. 
Refunds of non-small entity fees can only be obtained if a refund 
is specifically requested within two months of the payment of 
the full (non-small entity) fee and is supported by the required 
small entity statement. See 37 CFR 1.28(a)(1). The two-month 
refund window is not extendable. 


The rigid requirements of 37 CFR 1.27 and 1.28 have led to 
a substantial number of problems. Applicants, particularly pro 
se applicants, do not always recognize that a particular reference 
to 37 CFR 1.9 is required in their request to establish small 
entity status. They believe that all they have to do is pay the 
small entity fee and state that they are a small entity. Further, 
the time required to ascertain who are the appropriate officials 
to sign the statement and to have the statements (referring to 
37 CFR 1.9) signed and collected (where more than one is 
necessary), results, in many instances, in having to pay the 
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higher non-small entity fees and then seek a refund. These 
situations result in: (1) small entity applicants also having to 
pay additional fees (e.g., surcharges and extension(s) of time 
fees for the delayed submission of the small entity statement 
form); (2) additional correspondence with the PTO to perfect 
a claim for small entity status; and (3) the filing of petitions 
with petition fees to revive abandoned applications. This 
increases the pendency of the prosecution of the application 
in the PTO and, in some cases, results in loss of patent term. 
For example, under current procedures, if a pro se applicant 
files a new application with small entity fees but without a 
small entity statement, the PTO mails a notice to the pro se 
applicant requiring the full basic filing fee of a non-small entity. 
Even if the applicant timely files a small entity statement, the 
applicant must still timely pay the small entity surcharge for 
the delayed submission of the small entity statement to avoid 
abandonment of the application. A second example is a non- 
profit organization paying the basic filing fee as a non-small 
entity because of difficulty in obtaining the non-profit small 
entity statement form signed by an appropriate official. In this 
situation, a refund pursuant to 37 CFR 1.26, based on estab- 
lishing status as a small entity, may only be obtained if a 
statement under 37 CFR 1.27 and the request for the excess 
amount are filed within the non-extendable two-month period 
from the date of the timely payment of the full fee. A third 
example is an application filed without the basic filing fee on 
behalf of a small business by a practitioner who includes the 
standard authorization to pay additional fees. The PTO will 
immediately charge the non-small entity basic filing fee without 
specific notification thereof at the time of the charge. By the 
time the deposit account statement is received and reviewed, 
the two-month period for refund may have expired. 


Accordingly, a simpler procedure to establish small entity status 
would reduce processing time within the PTO (Patent Business 
Goal 1) and would be a tremendous benefit to small entity 
applicants as it would eliminate the time-consuming and aggra- 
vating processing requirements that are mandated by the current 
rules. Thus, the proposed simplification would help small entity 
applicants to receive patents sooner with fewer expenditures 
in fees and resources and the PTO could issue the patent with 
fewer resources (Patent Business Goals 4 and 5). 


Simplified Request for Small Entity Status: 


The PTO is considering allowing small entity status to be 
established by the submission of an assertion of entitlement to 
small entity status. The current formal requirements of 37 CFR 
1.27, which include a reference to either 37 CFR 1.9, or to the 
exclusive rights in the invention, would be eliminated. If small 
entity status is to be requested at the time of payment of the 
basic filing fee, the payment of the (exact) small entity basic 
filing fee will be considered to be a sufficient assertion. If 
small entity status was not established when the basic filing 
fee was paid, a later claim to small entity status would be by 
way of a written assertion. Payment of a small entity fee (e.g., 
extension of time, or issue fee) without inclusion of a written 
assertion would not be sufficient. 


The written assertion will not be required to be presented in 
any particular form. Written assertions of small entity status 
or references to small entity fees will be liberally interpreted 
to represent the required assertion. The written assertion could 
be made in any paper filed in or with the application and need 
be no more than a simple sentence or a box checked in an 
application transmittal letter or reply cover sheet. Accordingly, 
small entity status could be established without submission of 
any of the current small entity statement forms (PTO/SB/09- 
12) that embody and comply with the current requirements of 
37 CFR 1.27 and which are therefore now used to establish 
small entity status. 


An applicant filing a patent application and paying the exact 
small entity basic filing fee would automatically establish small 
entity status for the application even without any further written 
assertion of small entity status. If payment is made, but it is 
not the exact small entity basic filing fee required and a written 
assertion of small entity status is not present, the PTO would 
mail a notice of insufficient filing fees as in current practice. 
The PTO would not consider a basic filing fee submitted in 
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an amount above the correct small entity basic filing fee, but 
below the non-small entity filing fee, as a request to establish 
small entity status unless an additional written assertion is also 
present. Of course, the submission of a basic filing fee below 
the correct small entity basic filing fee would not serve to 
establish small entity status. Where an application is originally 
filed by a party, who is in fact a small entity, with an authoriza- 
tion to charge fees (including filing fees) and no indication 
(assertion) of entitlement to small entity status, that authoriza- 
tion would not be sufficient to establish small entity status 
unless the authorization was specifically directed to small 
entity filing fees. The general authorization to charge fees 
would continue to be acted upon immediately and the full (not 
small entity) filing fees would be charged with applicant having 
two months to request a refund by asserting entitlement to 
small entity status. This would be so even if the application 
were a continuing application where small entity status had 
been established in the prior application. 


Once small entity status is established in an application, any 
change in status from small to non-small, would also require 
a specific written assertion to that extent, similar to current 
practice. 


The party who could request small entity status would be any 
party permitted by PTO regulations to pay the basic filing fee 
and file a paper in the application. This eliminates the additional 
requirement of obtaining the signature of an appropriate party 
other than the party prosecuting the application. By way of 
example, in the case of three pro se inventors for a particular 
application, any of the three inventors upon filing the applica- 
tion could pay a small entity basic filing fee and thereby estab- 
lish small entity status for the application. For small business 
concerns and non-profit organizations, the practitioner could 
supply the assertion rather than the current requirement for an 
appropriate official of the organization to execute a small entity 
statement form. 


PTO policy and procedures already permit establishment of 


small entity status in certain applications through simplified 
procedures. For example, small entity status may be established 
in a continuing or reissue applications simply by payment of 
the small entity basic filing fee if the prior application/patent 
had small entity status. See 37 CFR 1.28(a)(2). The instant 
concept of payment of the basic statutory filing fee to establish 
small entity status in a new application is merely a logical 
extension of that practice. 


There may be some concern that elimination of the small entity 
statement forms will result in applicants requesting small entity 
status who are not actually entitled to such status. On balance, 
it seems that more errors occur where small entity applicants 
who are entitled to such status run afoul of procedural hurdles 
formed by the requirements of 37 CFR 1.27 than the require- 
ments help to prevent status claims for those who are not in 
fact entitled to such status. 


Correction of any inadvertent and incorrect establishment of 
small entity status would be by way of a paper under 37 CFR 
1.28(c) as in current practice. 


Continued Obligations for Thorough Investigation of Small 
Entity Status: 


Applicants should not confuse the fact that the PTO is making 
it easier to qualify for small entity status with the need to do 
a complete and thorough investigation and to assert that they 
do in fact qualify for small entity status. It should be clearly 
understood that, even though it would be much easier to 
assert and thereby establish small entity status, applicants 
would continue to need to make a full and complete investi- 
gation of all facts and circumstances before making a deter- 
mination of actual entitlement to small entity status. Where 
entitlement to small entity status is uncertain it should not 
be claimed. See MPEP 509.03. The assertion of small entity 
status (even by mere payment of the exact small entity basic 
filing fee) is not appropriate until such an investigation has 
been completed. Thus, in the previous example of the three 
pro se inventors, before one of the inventors could pay the 
small entity basic filing fee to establish small entity status, the 
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inventor would need to check with the other two inventors to 
determine whether small entity status was appropriate. 


The intent of 37 CFR 1.27 is that the person making the assertion 
of small entity status is the person in a position to know the 
facts about whether or not status as a small entity can be 
properly established. That person, thus, has a duty to investigate 
the circumstances surrounding entitlement to small entity status 
to the fullest extent. Therefore, while the PTO is interested in 
making it easier to claim small entity status, it is important to 
note that small entity status must not be claimed unless the 
person or persons can unequivocally make the required self- 
certification. 


Consistent with 37 CFR 1.4(d)(2), which sets forth that for the 
presentation to the PTO (whether by signing, filing, submitting, 
or later advocating) of any paper by a party, whether a prac- 
titioner or non-practitioner, the payment of a small entity basic 
filing fee would constitute a certification under 37 CFR 10.18. 
Thus, a simple payment of the small entity basic statutory filing 
fee will activate the provisions of 37 CFR 1.4(d)(2) and, by that, 
provoke the self-certification as set forth in 37 CFR 10.18(b), 
regardless of whether the party is a practitioner or non-prac- 
titioner. 


2. Requiring separate surcharges and supplying filing 
receipts (37 CFR 1.53). 


Summary: The PTO is considering charging separate sur- 
charges in a nonprovisional application for the delayed submis- 
sion of an oath/declaration, and the application filing fee, and 
issuing another filing receipt, without charge, to correct any 
errors or to update filing information, as needed. 


Specifics of Change Being Considered: The PTO would 
charge a separate surcharge (currently $130) for each missing 
part item that is submitted in a delayed manner. Thus, the 
delayed submission of both an oath/declaration under 37 CFR 
1.63, and the payment of the basic filing fee in a nonprovisional 
application filed under 35 U.S.C. 111(a), would result in the 
imposition of two surcharges (totaling $260). The change under 
consideration would not apply to provisional applications filed 
under 35 U.S.C. 111(b) and 37 CFR 1.53(c). In addition, as 
the basic national fee must be submitted by the expiration of 
the applicable twenty- or thirty-month period in 35 U.S.C. 
371(b) in a PCT application, the change under consideration 
would also be inapplicable to applications filed under the PCT. 


While the PTO would be charging a separate surcharge for 
each missing part submitted in a delayed manner, the PTO 
would also be providing three new user-friendly services which 
were requested by, and would provide benefits that are desired 
by, our customers.The three new user-friendly services are: 
(1) issuing a corrected filing receipt without the fee presently 
required by 37 CFR 1.9(h) when an oath/declaration, and/or 
the payment of the application filing fee are submitted in a 
delayed manner; (2) issuing an additional filing receipt without 
the fee presently required by 37 CFR 1.19(h), and without a 
question as to fault, for any error in the filing receipt; and (3) 
placing a copy of each filing receipt supplied to the applicant 
in the application file as evidence of issuance of the filing 
receipt. 


Background: Approximately thirty-one per cent of all nonpro- 
visional applications filed are missing parts applications, that 
is, an application filed without an executed oath/declaration 
and/or the application filing fee, with a substantial burden being 
placed on the PTO to provide additional handling, storage 
and processing for these missing part applications. Neither the 
payment of the application filing fee nor an oath/declaration 
in compliance with 37 CFR 1.63 is needed for an application 
to meet the minimum requirements to be accorded a filing date 
in a nonprovisional application. See 37 CFR 1.53(b). Currently, 
the PTO charges a single surcharge of $130 for the filing of 
an oath/declaration or the filing fee or both on a date later than 
the application filing date. At present, the PTO issues a filing 
receipt at the time a determination is made that an application 
meets the minimum requirements to receive a filing date. The 
filing receipt includes, among other things, bibliographic infor- 
mation (e.g., inventive entity/application identifier, title, contin- 
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uing data, inventor’s city and state address, foreign priority, 
attorney docket number), while also denoting, among other 
things, the application number, filing date and receipt of the 
application filing fee. A “Notice Of Omitted Item(s)” (form 
PTO-1669) or a “Notice To File Missing Parts” (PTO-1533), 
if needed, are mailed separately. A “Notice of Omitted Items” 
is mailed by the PTO in an application wherein the application 
papers so deposited have been accorded a filing date, but a 
portion (e.g., some of the page(s) of or figure(s) of drawings 
described in the specification) has been omitted from the sub- 
mitted application parts. see Change in Procedure Relating to 
an Application Filing Date; Notice, 61 FR 30041 (June 13, 
1996), 1188 Off. Gaz. Pat. Office 48 (July 9, 1996) , and MPEP 
601.01(d)-(h). A “Notice To File Missing Parts” is mailed by 
the PTO in an application wherein a part of the application 
(e.g., the oath/declaration, or the appropriate application filing 
fee) has been omitted on filing. See Changes in Practice in 
Supplying Certified Copies and Filing Receipts; Notice, 1199 
Off. Gaz. Pat. Office 38 (June 10, 1997), and MPEP 601.01 (a). 
Examination of the application does not begin until all the 
required parts (e.g., filing fee, and oath/declaration) are 
received. See 37 CFR 1.53(h). 


In addition, the PTO recently amended 37 CFR 1.41 and 1.53 
(effective December 1, 1997) to provide that the names of the 
inventors are no longer required in order for an application to 
meet the minimum requirements to be accorded a filing date. 
See Changes to Patent Practice and Procedure; Final Rule 
Notice, 62 FR 53131, 53186-88 (October 10, 1997), 1203 Off. 
Gaz. Pat. Office 63, 111-13 (October 21, 1997). The names of 
all the inventors are taken from an executed oath/declaration 
timely submitted in compliance with 37 CFR 1.63, with the 
inventive entity being set at that time, 37 CFR 1.41(a)(1). The 
filing receipt is mailed even if an oath/declaration in compliance 
with 37 CFR 1.63, the application filing fee, or the actual 
names of the inventors have not been submitted on filing. In 
an application which is entitled to a filing date but not naming 
the actual inventors on filing, an identifier (e.g., the attorney’s 
docket number, or all or a part of the names of the actual 
inventors) may be used to identify the application, 37 CFR 
1.41(a)(3). In the past, upon the filing of an oath/declaration 
in compliance with 37 CFR 1.63, the PTO did not issue a 
corrected filing receipt, but only updated PTO records as to 
the actual inventors for the application. If (1) the inventive 
entity being submitted by the later filed oath/declaration was 
different from the identifier/inventive entity used to identify 
the application on filing and (2) applicant(s) desired a corrected 
filing receipt containing the corrected information or correction 
of any other information contained thereon (not due to PTO 
error), then applicant(s) had to request such in a separate paper 
filed with the PTO along with the requisite fee under 37 CFR 
1.19(h). Further, where a proper small entity statement was not 
submitted until after the mailing of the filing receipt and a 
corrected filing receipt was desired to show small entity status 
based on the small entity statement submitted after the mailing 
of the filing receipt, a request for such a corrected filing receipt 
must have been filed along with the requisite fee under 37 CFR 
1.19(h). 


Separate surcharges: The cost for processing these missing 
parts applications has increased. Further, the separate submis- 
sion of each missing part in a delayed manner causes the PTO 
to perform double the amount of work, as the application would 
be twice processed for a submitted missing part, with presently 
only one surcharge being required. Those who delay in submit- 
ting either of the items noted above should bear the costs. 
Patent Business Goal (5) is to assess fees commensurate with 
resource utilization and customer efficiency. In support of that 
goal, it is being considered that a separate surcharge be required 
for the filing of an oath/declaration in compliance with 37 CFR 
1.63, and for the payment of the application filing fee on a 
date later than the application filing date. Therefore, if both 
the oath/declaration and the application filing fee were sub- 
mitted on a date later than the application filing date, a payment 
of $260 ($130 for the late filing of the oath/declaration, and 
$130 for the late filing of the application filing fee) in current 
fees would be due on the application. 
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No incentive currently exists for the submission of the basic 
filing fee on filing if an executed oath or declaration is not 
also available for submission. This change would encourage 
applicants to submit the basic filing fee on filing, even if an 
executed oath or declaration is not available for submission. 
Patent Business Goal (1) is to reduce PTO processing time 
to twelve months or less for all inventions. This change, in 
combination with the change under consideration in topic 3, 
would reduce pre-examination processing time, since it would 
encourage the submission on filing of an application in condi- 
tion for examination, even if an executed oath or declaration 
is not available for submission on filing. 


Three new services: While the PTO would be charging a 
separate surcharge for each missing part submitted in a delayed 
manner, the PTO would also be providing three new user- 
friendly services which were requested by our customers and 
provide benefits that are desired by our customers. As a first 
new service, in addition to the filing receipt being mailed at 
the time the application is accorded a filing date, a corrected 
filing receipt would always be mailed to reflect receipt of the 
oath/declaration in compliance with 37 CFR 1.63, and/or the 
payment of the application filing fee when they are submitted. 
No longer would applicant have to file a request for a new 
filing receipt, to pay a separate fee for it per 37 CFR 1.19(h), 
or submit a status letter to see if PTO records were updated 
due to the filing of the oath/declaration. The corrected filing 
receipt should reflect the actual inventive entity of the applica- 
tion, if it was mailed in response to the receipt of the oath/ 
declaration in compliance with 37 CFR 1.63. Patent Business 
Goal (4) is to exceed our customers’ quality expectations, 
through the competencies and empowerment of our employees. 
This new service would be in support of that goal. The PTO 
has begun this first new service in anticipation of the increase 
in surcharge fees and to better serve our customers’ needs. 


- As a second new service, if there is an error in the data printed 


on the filing receipt and a request for a corrected receipt is 
submitted, the PTO would issue a corrected filing receipt 
without a fee and without a question as to fault. Patent Business 
Goal (1) is to reduce PTO processing time to twelve months 
or less for all inventions. Patent Business Goal (4) is to exceed 
our customers’ quality expectations, through the competencies 
and empowerment of our employees. Without having to deter- 
mine who caused the error in the filing receipt, corrected filing 
receipts would be issued faster and with less inconvenience to 
all, which would be in support of those goals. Further, the PTO 
has received substantial feedback that timely receipt of an 
accurate filing receipt is of great importance to our customers. 
This second new service is in direct response to this repeated 
message. Again, the PTO has already begun this second new 
service in anticipation of the increase in surcharge fees and to 
better serve our customers’ needs. 


As a third new service, every time a filing receipt is issued, 
the PTO would place a copy of the filing receipt in the applica- 
tion file as evidence thereof. Today, a copy of a filing receipt 
is not placed in the application file, irrespective of the reasons 
for its issuance. By always placing a copy of the filing receipt 
in the application file, it will be easier to later determine whether 
there is still an error in the filing receipt in question, or whether 
a filing receipt or a corrected filing receipt was actually mailed. 
Further, since a copy of the filing receipt would now be located 
in the application file, the time for the PTO to answer questions 
regarding a particular filing receipt would be greatly reduced. 
Patent Business Goal (4) is to exceed our customer’s quality 
expectations, through the competencies and empowerment of 
our employees. This would be in support of that goal. 


3. Permitting delayed submission of an oath or declaration, 
and changing the time period for submission of the basic 
filing fee and English translation (37 CFR 1.52, 1.53). 


Summary: The PTO is considering amending 37 CFR 1.53 to 
provide that an executed oath or declaration for a nonprovisional 
application would not be required until the expiration of a 
period that would be set in a “Notice of Allowability” (PTOL- 
37). The PTO is also considering amending 37 CFR 1.52 and 
1.53 to provide that the basic filing fee and an English transla- 
tion (if necessary) for a nonprovisional application must be 
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submitted within one month (plus any extensions under 37 
CFR 1.136) from the filing date of the application. 


Specifics of Change Being Considered: The PTO is consid- 
ering amending 37 CFR 1.53 to provide that an executed oath 
or declaration for a nonprovisional application would not be 
required until the applicant is notified that it must be submitted 
within a one-month period that would be set in a “Notice of 
Allowability,” provided that the following are submitted within 
one month (plus any extensions under 37 CFR 1.136) from the 
filing date of the application: (1) the name(s), residence(s), and 
citizenship(s) of the person(s) believed to be the inventor(s); 
(2) all foreign priority claims; and (3) a statement submitted 
by a registered practitioner that: (a) an inventorship inquiry 
has been made, (b) the practitioner has sent a copy of the 
application (as filed) to each of the person(s) believed to be 
the inventor(s), (c) the practitioner believes that the inventorship 
of the application is as indicated by the practitioner, and (d) 
the practitioner has given the person(s) believed to be the 
inventor(s) notice of their obligations under 37 CFR 1.63(b). 
In addition, the PTO is considering requiring an applicant to file 
a continuing application to file an executed oath or declaration 
naming an inventorship different from that previously stated 
by the practitioner once prosecution in an application is closed. 


The PTO is also considering amending 37 CFR 1.52 and 1.53 
to provide, by rule, that the basic filing fee and an English 
translation (if the application was filed in a language other than 
English) for a nonprovisional application must be submitted 
within one month (plus any extensions under 37 CFR 1.136) 
from the filing date of the application. Applicants will not be 
given a notice (e.g., a “Notice To File Missing Parts” (PTO- 
1533)) that the basic filing fee is missing or insufficient, unless 
the application is filed with an insufficient basic filing fee that 
at least equals the basic filing fee that was in effect the previous 
fiscal year. Finally, the filing receipt will indicate the amount 
of filing fee received and remind applicants that the basic filing 
fee must be submitted within one month (plus any extensions 
under 37 CFR 1.136) from the filing date of the application. 


These changes will permit the PTO to virtually eliminate the 
current practice of mailing notices (e.g., a “Notice To File 
Missing Parts’’) during the initial processing of a nonprovisional 
application to require submission of an oath or declaration, 
basic filing fee, or an English translation. 


Background: As discussed above, 37 CFR 1.53(b), as amended 
effective December 1, 1997, does not require that a nonprovi- 
sional application under 35 U.S.C. 111(a) include an executed 
oath or declaration under 37 CFR 1.63, the names of the inven- 
tor(s), any filing fee, or English language application papers 
for the application to meet the minimum requirements to be 
accorded a filing date. The PTO, however, does not examine 
the application until an executed oath or declaration under 37 
CFR 1.63 (naming the inventor(s)), the filing fee, and English 
language application papers are submitted. If an executed oath 
or declaration under 37 CFR 1.63, filing fee, or English lan- 
guage application papers are not submitted with the filing of a 
nonprovisional application, the PTO will mail a notice requiring 
that they be filed (with a surcharge) within two months from 
the mail date of the notice (plus any extensions under 37 CFR 
1.136) to avoid abandonment. 


The PTO has received numerous comments from the public 
indicating that there is great difficulty in filing an executed 
oath or declaration (e.g., at times it is difficult to determine 
the names of the actual inventor(s) or it may be difficult to 
locate the inventor(s)), and that pre-examination processing of 
a nonprovisional application is a long burdensome process. Dif- 
ficulty in obtaining the signatures of all the inventor(s) has 
often resulted in a petition (and fee) under 37 CFR 1.47 (filing 
when an inventor refuses to sign or cannot be reached). The 
PTO cannot eliminate the requirement for an oath or declaration 
in a nonprovisional application without a statutory change. See 
35 U.S.C. 111(a)(2)(C) and 115. The Commissioner, however, 
has latitude as to when an oath or declaration and the filing 
fee must be submitted for a nonprovisional application. See 35 
U.S.C. 111(a)(3). 
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Discussion: The PTO is considering amending 37 CFR 1.53 to 
provide that an executed oath or declaration for a nonprovisional 
application is not required until the expiration of a period that 
would be set in a “Notice of Allowability” (plus extensions 
under 37 CFR 1.136), rather than prior to examination of the 
application. Permitting delayed submission of the oath or decla- 
ration until the expiration of a period set in the mailing of a 
“Notice of Allowability” would allow practitioners additional 
time to have the oath or declaration executed by all the inven- 
tor(s). In addition, if the invention turns out to be unpatentable, 
no signatures for the oath or declaration would ever be needed. 


If an oath or declaration is not submitted within one month 
(plus any extensions under 37 CFR 1.136) from the filing date 
of the application, the PTO will require that within this period 
a registered practitioner: (1) submit the name(s), residence(s), 
and citizenship(s) of the person(s) believed to be the inventor(s); 
(2) submit all foreign priority claims; and (3) make and submit 
a statement that he or she has made an inventorship inquiry 
(i.e., ascertain the inventorship of the application to the best 
of his or her knowledge) and that he or she believes that 
the inventorship is in fact those person(s) so identified as the 
person(s) believed to be the inventor(s). In addition, the prac- 
titioner must state that he or she has sent such person(s) a 
copy of the application (specification, including claims, and 
drawings) filed in the PTO, and given such person(s) notice 
of their obligations to review and understand the contents of 
the application and of their duty to disclose to the PTO all 
information known to the person to be material to patentability 
under 37 CFR 1.56. See 37 CFR 1.63(b). 


The surcharge set forth in 37 CFR 1.16(e) would also be 
required if the oath or declaration is submitted on a date later 
than the filing date of the application, regardless of whether 
the oath or declaration is filed before a “Notice of Allowability” 
is mailed. 


For examination purposes, it would be presumed that the inven- 
tive entity is that set forth by the practitioner in the application 
as forwarded to the examiner. As discussed above, all claims 
for foreign priority benefits under 35 U.S.C. 119 or 365 would 
be submitted prior to examination. The examiner needs this 
foreign priority claim information to determine whether an 
additional “back-up” rejection is appropriate. See MPEP 
904.02. If an oath or declaration is omitted on filing, the first 
Office action would inform applicant(s) (e.g., through an 
attached Notice of Informal Application, PTO-152 ) that an 
oath or declaration is outstanding. 


37 CFR 1.48(f)(1) would continue to provide that, in an applica- 
tion not including an executed oath or declaration, the submis- 
sion of an executed oath or declaration (such as in reply to a 
“Notice of Allowability”) naming an inventorship different 
from that previously indicated by the practitioner as the per- 
son(s) believed to be the inventor(s) would operate to correct 
the inventorship without the need for the filing of a petition 
under 37 CFR 1.48. Nevertheless, this action may cause exami- 
nation-related problems with the application, in that upon entry 
of such an oath or declaration the examiner would have to 
consider whether new rejection(s) are necessary under, for 
example, 35 U.S.C. 102(a) (“invention . . . by others”), or 
102(e) (“invention . . . by another”), or 103/102(a) or (e). 
Therefore, the PTO is considering requiring a processing fee 
(in addition to the surcharge) for submission of such an oath 
or declaration after the first Office action but before the close 
of prosecution on the merits. In addition, if such an oath or 
declaration necessitates that a new ground of rejection be made, 
the next Office action containing the new ground of rejection, 
absent anything to the contrary, may be made final. See MPEP 
706.07(a). The PTO is also considering prohibiting the submis- 
sion of such an oath or declaration that names an inventorship 
different from that previously indicated by the practitioner as 
the person(s) believed to be the inventor(s) after prosecution 
on the merits has closed (e.g., after a final Office action, allow- 
ance, or action under Ex parte Quayle, 1935 Dec. Comm’r Pat. 
11 (1935)), and requiring that a continuing application be filed 
in order to permit entry of such an oath or declaration. 
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The right to prosecute an application (e.g., appoint a representa- 
tive by a power of attorney or authorization of agent) flows 
from ownership of the application, which in turn flows from 
inventorship. In the absence of an assignment the inventor has 
the right to conduct prosecution of the application (even if the 
application was prepared and filed by the company for whom 
the inventor works). Where there is an assignment, the assignee 
may intervene pursuant to 37 CFR 3.71 and conduct the prose- 
cution to the exclusion of the named inventors. In a large 
percentage of applications, inventors execute an assignment 
when the oath or declaration under 37 CFR 1.63 is executed, 
and appoint representatives as part of the oath or declaration. 


Delaying execution of the oath or declaration will, most likely, 
also encourage delaying execution of the assignment. 37 CFR 
3.71 requires an actual assignee of record and does not provide 
a right of prosecution for parties having an expectation of 
assignment (e.g., based on an employment contract or a shop 
right). Hence, since a delay in executing the oath or declaration 
under 37 CFR 1.63 will probably cause a delay in executing 
an assignment, an assignee may be unable to avail itself of 
controlling prosecution under 37 CFR 3.71. 


A registered practitioner may take some actions in a patent 
application by providing his registration number on the paper. 
See 37 CFR 1.34(b). However, only an attorney or agent that 
is of record, the inventor, or the assignee of the entire interest 
can take certain actions in an application. For example, only 
an attorney or agent that is of record can change the correspon- 
dence address. See 37 CFR 1.33(a). In addition, only an attorney 
or agent that is of record may execute a power to inspect. See 
37 CFR 1.14(e)(2). 


The PTO is also considering amending 37 CFR 1.34(b) to 
include in the definition of “attorney or agent of record” the 
attorney or agent that filed the application. With such a change, 
an appointment as a representative would not be required before 
the attorney could change the address in the application file or 
authorize another to inspect the patent application file, among 
other things. In addition, 37 CFR 1.34(b) would be amended 
to provide that a pro se inventor who signs a transmittal letter 
for an application is considered to represent all inventors for the 
purposes of prosecuting the patent application. Pro se inventors 
frequently do not realize that all inventors need to sign each 
piece of correspondence to the Office (e.g., each amendment, 
see MPEP 714.01(a)) and a pro se inventor will frequently 
have difficulty obtaining the other inventor's signature during 
the time provided. With such a change, pro se applicants that 
do not have the foresight of appointing a single representative 
will have an easier time filing a response to Office actions. 


Additionally, the PTO is considering amending 37 CFR 1.52(d) 
and 1.53 to provide that an English language translation (if the 
application was filed in a language other than English) and the 
basic filing fee be submitted no later than one month from the 
filing date of the nonprovisional application. This one-month 
period would be extendable under 37 CFR 1.136. The current 
process of mailing notices (e.g., a “Notice To File Missing 
Parts” (PTO-1533)) which gives a period (e.g., two months) 
for submitting the basic filing fee or English translation in a 
nonprovisional application would be eliminated, as: (1) the 
basic filing fee would be due on filing, or required with the 
surcharge under 37 CFR 1.16(e) within one month (plus exten- 
sions under 37 CFR 1.136) from the filing date of the applica- 
tion; and (2) any English translation (if the application was 
filed in a language other than English) would be required with 
the processing fee set forth in 37 CFR 1.17(k) within one month 
(plus extensions under 37 CFR 1.136) from the filing date of 
the application.Except for the situation discussed below, there 
is no apparent justification for the PTO continuing to mail 
notices to advise applicants of that which they should already 
know:(1) that they did not submit the basic filing fee with the 
application; or (2) that they did not file the application in 
English. 


For example: (1) if the basic filing fee is submitted on filing, 
no surcharge under 37 CFR 1.16(e) or extension fee under 37 
CFR 1.17(a) is required; (2) if the basic filing fee is not sub- 
mitted on filing but is submitted within one month of the 
application filing date, the surcharge under 37 CFR 1.16(e) is 
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required but no extension fee under 37 CFR 1.17(a) is required; 
and (3) if the basic filing fee is not submitted on filing or 
within one month of the application filing date, but is submitted 
within six months (the one month that would be provided by 
rule plus five additional months that may be obtained pursuant 
to 37 CFR 1.136) of the application filing date, the surcharge 
under 37 CFR 1.16(e) and appropriate extension fee under 37 
CFR 1.17(a) are required. The processing fee set forth in 37 
CFR 1.17(k) is required whenever the original application is 
filed in a language other than English, regardless of when the 
English translation is submitted. 


Exception: In the situation in which an application is filed with 
an insufficient basic filing fee (due to a fee increase) that at 
least equals the basic filing fee that was in effect the previous 
Fiscal Year, the applicant will be given a filing fee deficiency 
notice, which notice will set a one-month period (extendable 
under 37 CFR 1.136) within which the balance of the current 
basic filing fee and the surcharge under 37 CFR 1.16(e) must 
be filed to avoid abandonment. In all other situations, the current 
basic filing fee, if not submitted on filing, must be submitted 
with the surcharge under 37 CFR 1.16(e) within one month 
(plus any extensions under 37 CFR 1.136) from the filing date 
of the application to avoid abandonment of the application. 
The filing receipt will indicate the filing fee received and would 
be modified to include language reminding applicants that the 
basic filing fee must be submitted within one month (plus any 
extensions under 37 CFR 1.136) from the filing date of the 
application. 


For PCT international applications: The PTO is considering 
amending 37 CFR 1.494 and 1.495 to provide that an English 
translation of the international application, if filed in a language 
other than English (35 U.S.C. 371(c)(2)), would be required 
within one month of the expiration of the applicable twenty- 
or thirty-month period in 35 U.S.C. 371(b), which one-month 
period may be extended under 37 CFR 1.136. The PTO is also 
considering amending 37 CFR 1.494 and 1.495 to provide that 
an oath or declaration (35 U.S.C. 371(c)(4)) would not be 
required until the applicant is notified that it must be submitted 
within a one-month period that would be set in a “Notice of 
Allowability,” provided that the following are submitted within 
one month (which one-month period is may be extended under 
37 CFR 1.136) of the expiration of the applicable twenty- or 
thirty-month period in 35 U.S.C. 371(b): (1) the residence of 
each inventor (the name and citizenship of each inventor must 
be provided on the PCT Request); and (2) a statement submitted 
by a registered practitioner that: (a) the practitioner has sent a 
copy of the application (as filed) to each of the inventors, and 
(b) the practitioner has given the inventor(s) notice of their 
obligations under 37 CFR 1.63(b). The basic national fee (35 
U.S.C. 371(c)(1)) would continue to be required by the expira- 
tion of the applicable twenty- or thirty-month period in 35 
U.S.C. 371(b), which period is non-extendable. 


Patent Business Goal (1) is to reduce PTO processing time 
to twelve months or less for all inventions. Reducing pre- 
examination cycle time of an application and forwarding appli- 
cations on for examination in a shorter period of time would 
be consistent with that goal. This change (in combination with 
the change to the period within which an oath or declaration 
must be submitted) will greatly reduce the number of notices 
that the PTO must issue during the pre-examination processing 
of new applications. These changes will also result in applica- 
tions being initially processed and forwarded for examination 
in a shorter period of time, and reduce the amount of storage 
space used for and ease the tracking of applications in pre- 
examination processing. 


The PTO considers the changes to permit delayed submission 
of an oath or declaration and to require the basic filing fee and 
any necessary translation within one month of the application 
filing date to be linked, in that together they will permit a great 
reduction in the number of notices that the PTO must issue 
during the pre-examination processing of new applications. 
Thus, comments opposing any change to require the basic filing 
fee and any necessary translation within one month of the 
application filing date should consider that the PTO will prob- 
ably not adopt the change to permit delayed submission of an 
oath or declaration if the PTO does not also adopt the change 
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to require the basic filing fee and any necessary translation 
within one month of the application filing date. 


Questions: The PTO is specifically requesting comments on 
the following issues: 


1. The submission of an oath or declaration after the first Office 
action which changes the names of the inventor(s) from those 
originally indicated by the practitioner may cause additional 
work to be performed by the PTO, in particular, by an examiner, 
as set forth above. As a result, the PTO is considering charging 
an additional processing fee for the submission of such an oath 
or declaration, and prohibiting the submission of such an oath 
or declaration after the close of prosecution. Would the benefits 
gained by the ability to delay the filing of the oath or declaration 
outweigh the drawbacks resulting from: (1) the PTO charging 
a fee for the submission of such an oath or declaration after 
the first Office action but before close of prosecution; and (2) 
the PTO prohibiting the submission of an oath or declaration 
that names an inventorship different from that previously indi- 
cated by the practitioner as the person(s) believed to be the 
inventor(s) after the close of prosecution? 


2. Over time, obtaining an executed oath or declaration from 
all of the inventors becomes increasingly difficult: inventors 
may forget about or lose interest in an application; they may 
leave the corporation; and they may become disgruntled. While 
delaying obtaining the inventor’s signature on an oath or decla- 
ration may be initially beneficial to the practitioner, it would be 
more difficult for the practitioner to obtain all of the inventors’ 
signatures on an oath or declaration at the time of allowance 
(which may be years after filing). National applications 
resulting from a PCT application entering the national stage 
have a higher incidence of petitions under 37 CFR 1.47 than 
national applications filed under 35 U.S.C. 111(a). This may 
be caused by delay in filing the oath or declaration, which 
could be thirty months after the filing of the PCT application. 
Therefore, permitting applicants to delay the submission of an 
oath or declaration until the expiration of a period set in a 
“Notice of Allowability” may result in an increase in the number 
of petitions filed under 37 CFR 1.47. Would the benefits gained 
by delaying the filing of the oath or declaration outweigh the 
drawbacks resulting from the increased difficulty in obtaining 
the inventor(s)’ signatures on the oath or declaration, and an 
increased number of petitions under 37 CFR 1.47 due to the 
inability to obtain an inventor’s signature? Is it a concern to 
applicants that these petitions under 37 CFR 1.47 will be filed 
during the publishing (and not pre-examination) process? 


3. Delaying submission of the oath or declaration in a PCT 
application until the mailing of a “Notice of Allowability” 
would delay its entry into the national stage. A PCT application 
is not accorded a 35 U.S.C. 102(e) date until the applicant 
fulfills the requirements of 35 U.S.C. 371(c)(1), (2) and (4), 
which include filing an oath or declaration in compliance with 
35 U.S.C. 115 and 37 CFR 1.497. See 35 U.S.C. 371(c)(4). Is 
it a concern that, if an applicant in a PCT application delays 
submission of the oath or declaration until the period set in a 
“Notice of Allowability,” the PCT application would be 
accorded a 35 U.S.C. 102(e) date as of the date the oath or 
declaration is submitted? 


4. Assuming the above-noted change to 37 CFR 1.34(b) is 
made giving control of the prosecution to the filer (the attorney 
or agent that filed the patent application) and the attorney or 
agent’s client is not the inventor, can the client (a potential 
assignee) take actions allowed an assignee, such as filing a 
reissue application under 37 CFR 1.172 and submitting a 37 
CFR 3.73 statement establishing the right of an assignee to 
take action? 


5. Assuming the above-noted change to 37 CFR 1.34(b) is 
made, how should an attempt by the inventor(s) to appoint 
another representative be treated? Should the inventor(s) first 
be required to file an oath or declaration under 37 CFR 1.63? 
Should an actual assignee of the inventor(s) be allowed to take 
action in an application and revoke the attorney of record if 
an executed oath or declaration of the inventor(s) has not been 
filed? 
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6. Notwithstanding any change to 37 CFR 1.34(a), where the 
inventors execute an assignment but not an oath or declaration 
under 37 CFR 1.63, is the assignment effective so that the 
assignee can control prosecution under 37 CFR 3.71 and take 
necessary action in accordance with 37 CFR 3.73? Note that 
if status under 37 CFR 1.47 is accorded, if the inventor who 
originally refused to execute the oath or declaration assigns 
his interest, the non-signing inventor’s assignee cannot control 
prosecution of the application even if the inventor executes a 
declaration. Who should the attorney or agent be understood 
to represent absent an express authorization to act as a represen- 
tative in the application, the persons indicated as the inventors 
or an actual or potential assignee? 


4. Limiting the number of claims in an application (37 CFR 
1.75). 


Summary: The PTO is considering a change to 37 CFR 1.75 
to limit the number of total and independent claims that will 
be examined (at one time) in an application. 


Specific Change Being Considered: The PTO is considering 
a change to the rules of practice to: (1) limit the number of 
total claims that will be examined (at one time) in an application 
to forty; and (2) limit the number of independent claims that 
will be examined (at one time) in an application to six. In the 
event that an applicant presented more than forty total claims 
or six independent claims for examination at one time, the PTO 
would withdraw the excess claims from consideration, and 
require the applicant to cancel the excess claims. This change 
would apply to all non-reissue utility applications filed on or 
after the effective date of the rule change, to all reissue utility 
applications in which the application for the original patent 
was subject to this change, and to national applications filed 
under 35 U.S.C. 111(a), as well as national applications that 
resulted from a PCT international application. 


Discussion: Applications containing an excessive number of 
claims present a specific and significant obstacle to the PTO’s 
meeting its business goals of reducing PTO processing time 
to twelve months or less for all inventions. While the applica- 
tions that contain an excessive number of claims are relatively 
few in percentage (less than 5%), these applications impose a 
severe burden on PTO clerical and examining resources, as 
they are extremely difficult to properly process and examine. 
The extra time and effort spent on these applications has a 
negative ripple effect, resulting in delays in the processing and 
examination of all applications, which, in turn, results in an 
increase in pendency for all applications. In view of the patent 
term provisions of 35 U.S.C. 154, as amended by the Uruguay 
Round Agreements Act (URAA), Pub. L. 103-465, 108 Stat. 
4809 (1994), PTO processing time and pendency are concerns 
to the PTO and all applicants. Thus, the PTO considers it 
inappropriate to continue to permit the proclivity of a relatively 
low number of applicants (less than 5%) for excessive claim 
presentation to result in delays in examination and unnecessary 
pendency for the vast majority of applicants. 


Approximately 215,000 utility applications were filed in the 
PTO in Fiscal Year 1997. PTO computer records indicate that 
the approximate number and percentage of applications filed 
in Fiscal Year 1997 containing the following ranges of indepen- 
dent and total claims breaks down as follows: 


“ Percentage 


Applications filed in FY 1997 
FY 1 containin filings 


Over 50 independent claims: 00.005% 


Between 41 and 50 independent 90.011% 
claims: 
Between 31 and 40 independent 00.358% 
claims: 
Between 21 and 30 independent 
claims: 


00.128% 





Marcu 21, 2000 


pS Percentage 
Applications filed in FY 1997 
FY 1997 containing filings 


Between 16 and 20 independent 00.249% 
claims: 

Between 11 and 15 independent 00.878% 
claims: 

Between 7 and 10 independent 03.267% 
claims: 

Between 4 and 6 independent 12.627% 
claims: 


Over 6 independent claims: 4.896% 


Over 500 total claims: 00.002% 


Between 201 and 500 total 00.041% 
claims: 

Between 101 and 200 total 00.303% 
claims: 

Between 61 and 100 total 01.169% 
claims: 

Between 51 and 60 total 00.997% 
claims: 

Between 41 and 50 total 01.887% 
claims: 

Between 31 and 40 total 04.014% 
claims: 

Between 21 and 30 total 10.848% 
claims: 

4.399% 


Over 40 total claims: 9458 


These numbers indicate that over 95% of all applications filed 
in Fiscal Year 1997 contained fewer than forty total claims 
and over 95% of all applications filed in Fiscal Year 1997 
contained fewer than six independent claims. Thus, the rule 
change under consideration should not prevent the over- 
whelming majority of applicants from presenting the desired 
number of total and independent claims for examination. In 
addition, the rule change under consideration will benefit the 
overwhelming majority of applicants, since it will stop a rela- 
tively small number of applicants from occupying an inordinate 
amount of PTO resources. 


While the problem with applications containing an excessive 
number of claims is now reaching a critical stage, this problem 
has long confronted the PTO. In 1926, Commissioner Robertson 
remarked that applications containing an excessive number of 
claims constitute the greatest abuse confronting the PTO (then 
the Patent Office). See Ex parte McCullough, 1927 Dec. 
Comm’r Pat. 12, 13 (1926). The issuance of patents containing 
an excessive number of claims has also long been considered 
an abuse of the courts and the public. See Carlton v. Bokee, 
84 U.S. (17 Wall) 463, 471-72 (1873) (needless multiplication 
of nebulous claims deemed calculated to deceive and mislead 
the public); Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 
1546, 1551 n.6, 10 USPQ2d 1201, 1206 n.6 (Fed. Cir. 1989) 
(presentation of the infringement issue on an overgrown claims 
jungle to a jury and judge at trial is an unprofessional exercise 
in obfuscation). Put simply, applications (and the resulting 
patents) that contain an excessive number of claims are a 
problem that has long confronted the PTO, the courts, and the 
public. 


Historically, this problem (applications containing an excessive 
number of claims) has been dealt with on a case-by-case basis, 
in that the presentation of an unreasonable number of claims 
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in an application may result in an undue multiplicity rejection. 
See MPEP 2173.05(n). The CCPA has affirmed rejections based 
upon undue multiplicity when the degree of repetition and 
multiplicity” in the claims “beclouds definition in a maze of 
confusion.” See In re Chandler, 319 F.2d 211, 225, 138 USPQ 
138, 148 (CCPA 1963); see also In re Chandler, 254 F.2d 
396, 117 USPQ 361 (CCPA 1958). In subsequent decisions, 
however, the CCPA has declined to hold that the presentation 
of any particular number of claims is so excessive as to confuse 
or obscure the inventions defined by the claims. See In re 
Wakefield, 422 F.2d 897, 164 USPQ 636 (CCPA 1970); and 
In re Flint, 411 F.2d 1353, 162 USPQ 228 (CCPA 1969). These 
subsequent decisions have severely cut back on the use of 
rejections based upon undue multiplicity. See Ex parte Sheldon, 
172 USPQ 319 (BPAI 1972). 


After the 1970s, the PTO balanced the difficulty of making 
and defending undue multiplicity rejections with likelihood of 
its success on appeal against the burden of just examining 
applications containing an excessive number of claims, and 
generally chose to simply suffer the burden of examining such 
applications. Recently, however, this problem (applications 
containing an excessive number of claims) has been exacerbated 
by the advent of word-processing equipment, which signifi- 
cantly reduces the skill and effort required to draft and present 
a seemingly endless number of claims in an application. The 
change during the last twenty years to the index of claims in 
the application file wrapper illustrates this point: the file 
wrapper for the 1979 series (the 06 series) applications had an 
index for fifty claims; the file wrapper for the 1987 series (the 
07 series) and 1993 series (the 08 series) applications had an 
index for 100 claims; the file wrapper for the 1998 series (the 
09 series) now has an index for 150 claims. 


For these reasons, it is now time for the PTO to act to limit 
the use of excessive numbers of claims in an application. The 
PTO is specifically proposing to deal with this problem now 
on a systemic basis by limiting, via rulemaking, the number 
of claims that will be examined in an application. This proposal 
supports the PTO business goals of reducing PTO processing 
time to twelve months or less for all inventions, and aligning 
fees to be commensurate with resource utilization and customer 
efficiency. 


A rule limiting the number of claims in an application is within 
the PTO’s rulemaking authority under 35 U.S.C. 6(a) if it “is 
within the [PTO’s] statutory authority and is reasonably related 
to the purposes of the enabling legislation . . . and does no 
violence to due process.” See Patlex Corp. v. Mossinghoff, 758 
F.2d 594, 606, 225 USPQ 543, 252 (Fed. Cir. 1985) (citations 
omitted). 


35 U.S.C. 41(a)(1)(B) provides that an applicant must pay an 
additional fee for the presentation of each independent claim 
in excess of three and each claim in excess of twenty. This 
implies that an applicant is entitled to present more than three 
independent claims, and more than twenty total claims, but it 
does not imply that the PTO may place no limit on the number 
of claims that an applicant may present. See Ex parte Jenkins, 
1930 Dec. Comm’r Pat. 8 (1930) (that the patent statute now 
requires a fee for additional claims does not mean that there 
is no end to the number of claims that the applicant may 
present). In addition, PCT Rule 6.1 specifically states that “[t}he 
number of claims shall be reasonable in consideration of the 
nature of the invention claimed.” Placing a reasonable limit 
(e.g., no more than six independent claims and no more than 
forty total claims) will: (1) permit the PTO to more equitably 
distribute its resources among the vast number of applications 
that must be examined each year (35 U.S.C. 131 and 132); and 
(2) assist the PTO, public, and the courts in ascertaining what 
it is that the applicant considers to be the invention (35 U.S.C. 
112, { 2). 


35 U.S.C. 131 and 132 require the PTO to examine the more 
than two hundred thousand applications that are filed each year, 
and 35 U.S.C. 282 provides that each claim of the patents 
resulting from these applications is presumed to be valid, each 
independently of the others. It is the PTO’s goal to issue patents 
containing claims whose validity is based not solely upon pre- 
sumptions resulting from the patent statute and PTO regula- 
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tions, but based upon the actuality that each claim of the 
applications resulting in such issued patents has been subjected 
to an effective, high-quality examination. In view of the ever 
increasing number of applications filed each year, the PTO has 
determined that it must place some limits on the number of 
total claims and independent claims that an applicant may 
present in a single application to ensure that the PTO continues 
to issue patents that contain only claims that have been subjected 
to such effective, high-quality examination. 


Such a rule would bear a reasonable relationship to the provis- 
ions of 35 U.S.C. 112, ¢ 2, that an application conclude with 
one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his 
invention. While 35 U.S.C. 112, § 2, provides that the claims 
describe “the subject matter which the applicant regards as 
his invention” (emphasis added), it does not preclude the PTO 
from limiting the claims in regard to matters of form. See 
Fressola v. Manbeck, 36 USPQ2d 1211, 1214 (D.D.C. 1995). 


As discussed above, the historical basis for undue multiplicity 
rejections was that the presentation of an excessive number of 
claims in an application generally operated to confuse or 
obscure the invention. This problem existed in the nineteenth 
century (Carlton) and remains a problem today (Wahpeton 
Canvas). Limiting the number of claims in an application will 
discourage applicants from presenting claims that confuse or 
obscure the point of the invention. Thus, such a rule would 
advance the statutory goal of 35 U.S.C. 112, 4 2, that an 
application or patent conclude with one or more claims particu- 
larly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention. See Fressola, 36 
USPQ2d at 1214. 


Any change to 37 CFR 1.75 to limit the number of claims in 
an application must also take into account the situation in which 
a single claim is, in actuality, a plurality of claims (e.g., multiple 
dependent claims, Markush claims (see Ex parte Markush, 
1925 Dec. Comm’r Pat. 126 (1924)), claims referencing plural 
sequence listings (see MPEP 2422.04), and claims setting forth 
(non-Markush) alternative limitations (see MPEP 2173.05(h)). 
A multiple dependent claim will be counted as the number 
of claims to which direct reference is made in that multiple 
dependent claim. See 37 CFR 1.75(c). Limits (for a claim to 
be counted as a single claim) would also be placed on: (1) the 
number of species that may be embraced within a Markush 
claim; (2) the number of sequence listings that may be refer- 
enced in a single claim; and (3) the number of alternative 
limitations that may be included in a claim. 


The PTO is considering only a limit on the number of claims 
that will be examined in a single application, not a limit of the 
number of claims that may be presented for the invention(s) 
disclosed in an application. Forty total claims with six indepen- 
dent claims should be sufficient for an applicant to obtain 
adequate coverage for an invention. An applicant who is unable 
to limit him or herself to forty total or six independent claims 
in a single application may effectively obtain examination of 
additional claims in another application. As the PTO would 
expend more of its scarce processing and examination resources 
on ten applications containing forty claims each than the PTO 
would expend on a single application containing four hundred 
claims, the PTO’s objective is not to have applicants to spread- 
out excessive numbers of claims among multiple applications 
to increase fee revenue. The PTO’s objective is to encourage 
the few applicants who currently present an excessive number 
of claims in an application to place reasonable limits on the 
number of claims presented for examination. 


Nevertheless, an applicant would effectively be permitted to 
present any number of claims for examination by filing any 
number of continuing applications, each application presenting 
no more than forty total or six independent claims for examina- 
tion. Thus, the PTO’s refusal to examine more than forty total 
or six independent claims in a single application is not tanta- 
mount to a rejection of such claims, as the excess claims would 
be examined if presented in another application. See In re 
Fressola, 22 USPQ2d 1828, 1831- 32 (Comm’r Pat. 1992) (an 
objection or other requirement is not a rejection if it does not 
interfere with applicant’s substantive right of expression). 
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In the extraordinary situation in which it would be more benefi- 
cial to the PTO, the public, and the applicant to permit the 
applicant to maintain more than forty claims in a single applica- 
tion (e.g., numerous species claims depending from a single 
allowable genus claim), the applicant may file a petition under 
37 CFR 1.183 requesting a waiver of this limitation. Such 
petitions would be decided on a case-by-case basis, and would 
be subject to such other requirements as may be imposed. See 
37 CFR 1.183. 


5. Harmonizing standards for patent drawings (37 CFR 
1.84). 


Summary: The PTO is considering harmonizing the require- 
ments for patent drawings in 37 CFR 1.84 with the requirements 
for drawings in the Patent Cooperation Treaty (PCT). 


Specifics of Change Being Considered: Amending 37 CFR 
1.84 to be more similar to PCT Rule 11.13. 


Discussion: The PTO is considering amending 37 CFR 1.84 
to harmonize the standards for drawings in U.S. national appli- 
cations with the standards for drawings in Patent Cooperation 
Treaty (PCT) applications, which is a well-known and widely 
accepted standard. The PTO has received a number of com- 
ments complaining that the same drawings which were 
approved and printed in PCT published applications have been 
objected to under 37 CFR 1.84 in U.S. national applications. 
This inconsistency is not understood by patent applicants who 
feel that a drawing that is acceptable for publication of a PCT 
application should also be acceptable for publication in a U.S. 
patent. Making corrections to drawings to comply with unneces- 
sary requirements increases the cost to the applicant and the 
time required to respond to an Office action, both of which 
patent applicants would like to reduce. In response to these 
comments, the PTO is looking into replacing 37 CFR 1.84 with 
the PCT standards for drawing requirements. 


The requirements for drawings in a PCT application are set 
forth in four places, namely: (1) PCT Article 7; (2) PCT Rules 
7, 9, 10, 11, and 12; (3) the PCT Applicant’s Guide, Vol. I/ 
A, pages 24-25 (paragraphs 133-141); and (4) the “Guidelines 
for Drawings Under the Patent Cooperation Treaty (PCT),” 
published in the PCT Gazette (No. 7/1978). 


Current PTO processing of applications with drawings results 
in some unnecessary delays in the handling of those applications 
contrary to Patent Business Goal | (reducing PTO processing 
time). For example, petitions are now required in order to 
accept black and white photographs, color drawings or color 
photographs, and the PTO processing of these petitions delays 
the handling of the application by the examiner. The PCT 
permits black and white photographs, but does not permit color 
photographs or color drawings. Thus, to harmonize with the 
PCT, which does not require a petition to allow black and white 
photographs, the PTO is considering deleting the requirement 
for a petition while providing instead that black and white 
and color photographs and color drawings would be permitted 
where it is impossible to present in a drawing what is to be 
shown (é.g., crystalline structures). The examiner, however, 
may require drawings, where it is possible to present the subject 
matter in a drawing. For example, a syringe may be drawn. 
Thus, an examiner would require an applicant who has sub- 
mitted an application for a syringe and which included a photo- 
graph of the syringe to submit a drawing to replace the 
photograph. The PTO does not currently envision an examiner 
requiring color drawings or photographs in a design or utility 
application where black and white drawings or photographs 
have been submitted. 


Question: The drawing standards for PCT applications may 
not be clearly understood or known because the requirements 
are set forth in the previously identified four different docu- 
ments, and not everyone has easy access to these documents. 
Nonetheless, it is apparent that compliance with the PCT is 
easier given the experience of many patent applicants of having 
drawings approved in a PCT application, but objected to in a 
United States application. Accordingly, if adoption of the PCT 
standards for drawings is not supported, comments are 
requested as to whether the PTO should keep 37 CFR 1.84 as 
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is, or how it should be modified, or should the PTO adopt 
some other standard for the drawings? 


6. Printing patents in color (37 CFR 1.84). 


Summary: The PTO is considering printing design and utility 
patents that have color drawings or color photographs in color, 
along with imposing a fee to cover the extra processing and 
publication costs. 


Specifics of Change Being Considered: The PTO is consid- 
ering deleting the current requirement for a petition (and $130 
petition fee) to accept color drawings or photographs. The PTO 
is also considering printing in color design and utility patents 
with color drawings or color photographs, and charging a fee 
to recover the PTO’s cost of processing and printing design 
and utility patents with such color drawings or color photo- 
graphs. The cost to the public for ordering color copies would 
continue to be governed by 37 CFR 1.19(a)(2) (for plant patents) 
and 1.19(a)(3) (for utility patents). 


Discussion: The PTO is considering amending 37 CFR 1.84(a) 
and (b) to delete the current requirement for a petition (and 
$130 petition fee) to accept color drawings or photographs. 
The PTO is also considering amending 37 CFR 1.84 to provide 
for processing and printing design and utility patents having 
color drawings or color photographs in color rather than in 
black and white. A fee will be required. Utility and design 
patents with color drawings or color photographs are currently 
printed in black and white, with a note indicating that color 
drawings or photographs were present in the application. Where 
color is part of applicant’s invention, such as where color is a 
feature of the claimed invention in a design application, a 
member of the public seeking to understand the subject matter 
that is claimed or an examiner seeking to understand the inven- 
tion disclosed in evaluating the patent as prior art during exami- 
nation of another application would have to order a color copy 
of the patent drawings, thereby incurring delays for the special 
handling required. If design and utility applications were to be 
printed in color in the same manner as plant patents are printed 
in color, the copy of the patent in the search files would be a 
color copy and members of the public and examiners would 
not have to take additional steps to understand the disclosure 
of the patent and the scope of the claims. Patents printed in 
color would continue to have legends indicating that drawings 
are in color so that a person inspecting a black and white copy 
thereof would have notice as to the existence of the color 
drawings. 


Processing a patent in color would incur costs separate from 
those incurred in the printing process in that identification of 
applications filed in color would need to be made so that the 
printing contractor would know the color printing was required. 
The PTO currently scans the originally filed application papers 
in black-and-white images, and may begin scanning color draw- 
ings or photographs included with originally filed application 
paper in color images. The examination process may also be 
more complex due to questions relating to the accuracy of the 
color depiction in color photographs. In addition, printing a 
patent in color would currently require an expensive photo- 
graphic process to ensure the proper coloring of the drawings, 
as is currently required for plant patents. Pursuant to 35 U.S.C. 
41(d), the PTO may recover the cost of the service of making 
color copies of color drawings or photographs included in an 
application as originally filed available as scanned images and 
preparing color drawings or photographs as part of the patent 
publication process. Charging a fee for such additional costs 
(as compared to the normal patent publication process) would 
be consistent with Business Goal 5 (assess fees commensurate 
with resource utilization). 


Accordingly, if design and utility patents are to be printed in 
color, patentees would be required to pay the additional fee, 
and would not be allowed to not pay the fee or request that 
the patent be printed only in black and white. In addition, the 
two-tier fee system, in which a higher fee is charged for color 
copies of a patent (37 CFR 1.19(a)(3)) than for a copy without 
color (37 CFR 1.19(a)(1)(i)), for patent copy sales would con- 
tinue so that customers could obtain a black and white copy 
of a patent with color drawings for a reduced fee. 
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While plant patents are currently printed in color, electronic 
copies of plant patents currently displayed with the Automated 
Patent System or from CD ROM products are in black and 
white. The Office has an ongoing project to create color images 
of plant patents for electronic searching and dissemination. 
Accordingly, if design and utility patents are printed in color, 
they also would be available in color electronically. 


7. Reducing time for filing corrected or formal drawings 
(37 CFR 1.85). 


Summary: The PTO is considering reducing the time period 
for submitting corrected or formal drawings from three months 
to one month from the mailing of the “Notice of Allowability” 
(extensions of time under 37 CFR 1.136 being permitted). The 
PTO is also requesting comment on the advisability of requiring 
submission of corrected or formal drawings upon an indication 
of allowable subject matter. 


Specifics of Change Being Considered: The PTO is consid- 
ering amending 37 CFR 1.85(c) to require either that: (1) cor- 
rected or formal drawings be submitted within one month of 
the mailing of the “Notice of Allowability” (extensions of time 
under 37 CFR 1.136 being permitted); or (2) formal drawings 
be submitted in reply to any Office action indicating allowable 
subject matter, and, if a drawing correction has been required, 
requiring that corrected drawings be submitted in reply to the 
next Office action indicating allowable subject matter. 


Discussion: Currently, 37 CFR 1.85(c) requires corrected or 
formal drawings to be filed within a period of three months of 
the mailing date of the “Notice of Allowability,” which period 
may be extended up to six months under 37 CFR 1.136. This 
causes many problems. First, permitting corrected or formal 
drawings to be filed as late as six months after the mailing of 
the “Notice of Allowability” leads to a lengthy delay in issuance 
of patents. Second, the corrected or formal drawings may be 
submitted after the payment of the issue fee (which must be 
paid within three months from the mail date of the “Notice of 
Allowance and Issue Fee Due”). Thus, if formal or corrected 
drawings are not filed before payment of the issue fee, the 
application must still be stored and tracked to await the required 
drawings. This results in increased processing costs to the PTO, 
as greater storage space is needed along with continued tracking 
and monitoring functions. Thus, the current process not only 
causes delays in issuing patents which is inconsistent with 
Patent Business Goal 1, reducing PTO processing to twelve 
months or less, but it also increases our costs which is inconsis- 
tent with Patent Business Goal 5, assessing fees commensurate 
with resource use. 


The PTO hopes to address these problems in the following 
three ways. First, as discussed with regard to 37 CFR 1.84, 
the PTO would like to make drawing requirements consistent 
with those of the PCT so as to make it easier to submit drawings 
which will be approved by the PTO draftspersons and thereby 
reduce the burden on the applicant. If drawing requirements 
are consistent with those of the PCT, as proposed with respect 
to 37 CFR 1.84, applicants would be more likely to submit 
formal drawings upon filing or while the application is being 
examined, but prior to allowance. These formal drawings should 
have a greater chance of being approved by the PTO Draft- 
sperson. Thus, this should reduce the number of applications 
that are allowed with drawings that are not accepted by the PTO 
Draftsperson. Second, the PTO intends to encourage drawing 
corrections and/or formal drawings to be submitted earlier in 
the examination process. This is because the PTO intends to 
deploy draftspersons into each of the technology centers where 
it will be easier for the Draftsperson to review such corrected or 
formal drawings without interrupting the examination process. 
Thus, this should also reduce the number of applications with 
drawings that have not been approved by the PTO Draftsperson. 
Third, with the current proposal, the PTO proposes to reduce 
the time for submitting drawings to one month from the Notice 
of Allowability. By reducing the window for submitting draw- 
ings to one month, and then charging for extension of time 
fees, applicants will be encouraged to quickly submit the draw - 
ings within the one month period and, more than likely, before 
payment of the issue fee, in order to avoid extension of time 
fees, which rapidly increase as more extensions are requested. 
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Thus, the change in the period for submitting corrected/formal 
drawings under consideration should have the effect of reducing 
the number of applications that have drawing corrections or 
formal drawings submitted after the payment of the issue fee. 


Question: Should the PTO require corrected or formal drawings 
to be filed in reply to an Office action indicating allowable 
subject matter? 


8. Permitting electronic submission of voluminous material 
(37 CFR 1.96, 1.821). 


Summary: The PTO is considering rule changes to permit the 
voluntary submission of large computer program listings and 
nucleotide and/or amino acid sequence listings in only a 
machine-readable form. This would save the handling of heavy 
and voluminous paper listings. 


Specifies of Change Being Considered: Suitable changes 
would be made to 37 CFR 1.96 and 1.821 et seq. to: (1) permit 
machine readable computer program listings to be submitted 
as the official copy provided it is submitted in an appropriate 
archival medium; (2) permit a machine-readable submission 
of the nucleotide and/or amino acid sequence listings as the 
official copy provided it is submitted in an appropriate archival 
medium; and (3) no longer require the voluminous paper sub- 
missions of computer program listings or nucleotide and/or 
amino acid sequence listings. 


Background: Since 1990, the PTO has required the submission 
of the nucleotide and/or amino acid sequence listings (sequence 
listings) associated with biotechnology applications to be pre- 
sented in computer readable form on floppy disks, as well as in 
paper. The sequence listings, which are often over ten thousand 
bases in length, are not susceptible to human eye-searching. The 
magnetic storage and processing is therefore the only practical 
means for examining this very important branch of technology, 
which grew by fifty percent in 1997 ahd is expected to undergo 
sustained growth. Not only are the number of pending applica- 
tions multiplying, but the number of sequence listings per appli- 
cation and the size of the sequence listings themselves have 
grown by one-hundred percent each year. The PTO recently 
received a submission containing twenty-two thousand 
sequence listings, which required eight boxes of paper for the 
sequence listing. The PTO is also starting to see very long 
individual sequence listings of over one million residues. As 
the genome projects complete more of the genomes of various 
organisms, the PTO will see more of these voluminous applica- 
tions. 


This sequence size expansion has had a significant effect on 
electronic storage, but even worse has created paper files of 
gross size which are very difficult to manage. The paper print- 
outs are often over five thousand pages in length, and require 
boxes to contain them. Carts carry the applications to the exam- 
iners for processing. For example, the Expressed Sequence 
Tags (EST) applications include up to several thousand 
sequence listings and may be over a foot thick. In some applica- 
tions, the file wrappers are falling apart and contain only the 
sequence listing, with the specification separately preserved. 
Physically storing the applications becomes problematic 
because the entire file takes up several cubic feet of space. 
Since each examiner may have twenty or more of these applica- 
tions, the applications may take up the bulk of an examiner’s 
office. The magnitude of these problems is expected to increase. 
For example, an application with ten thousand sequence listings 
could result in one thousand applications of ten sequence list- 
ings each. See MPEP 803.04. Considering that the growth rate 
of sequence listings is such that they now approach one foot 
per application, this would require one thousand linear feet of 
shelf space. With each rack holding twenty-four linear feet, the 
PTO would need forty-two (1000/24) racks for the applications 
resulting from that one application. Clearly, something needs 
to be done to address this onslaught of paper. 


The current regulations at 37 CFR 1.821(e) indicate that the 
electronic version of the sequence listing is a “copy” of the 
paper sequence listing, and that the paper sequence listing is 
the official copy. In practice, however, the electronic version 
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is the one that enters the computer database of references, and 
serves as the basis for examination, printing and copies. The 
concurrence of the electronic and paper version is assured only 
by a statement of the registered attorney or agent, and cannot 
be readily checked without the expensive and laborious effort 
usually reserved only for litigation. 


Considering the difficulty of maintaining the two independent 
versions of the sequence listing, and the irony that the official 
paper copy is effectively ignored while the unofficial electronic 
copy is the only one that is used, the PTO is proposing that 
the paper copy be eliminated in favor of the useful, handy and 
verifiable computer readable version. 


Difficulties with massive amounts of paper also plague the 
computer arts. One of the major problems facing the computer 
areas is the filing of applications having several boxes of printed 
material, which may include computer program listings, appen- 
dices and boxes of prior art. Often a single examiner may have 
several similar applications containing multiple boxes of paper 
(i.e., programs, appendices and prior art). Just the short-term 
storage of these boxes is becoming more of a headache. For 
example, if an examiner has three or four of these applications, 
he or she may be required to store six to eight boxes of paper. 
These boxes are stored either in the examiner’s office or in an 
empty room if one is available. The examiner is expected to: 
(1) keep track of these boxes of materials; (2) physically haul 
them to his or her office; and (3) consider and be familiar with 
thousands of sheets of paper. Often when related applications 
are transferred to another Art Unit, these boxes of materials 
are misplaced and the applicant is forced to resubmit the boxes 
of papers. 


Computer program listings often come to the office on 
numerous sheets of microfiche. However, the microfiche films 
are often copied to paper before printing when a patent is 
allowed. Since the copies from the microfiche are not copied 
to the standards of 37 CFR 1.52, the applications are often sent 
back to the examiner as a printer rush, slowing the publication 
of the patent. 


The PTO may accept electronically filed material in a patent 
application, regardless of whether it is considered “essential” 
or “nonessential.” The patent statute requires that “[a]n applica- 
tion for patent shall be made . . . in writing to the Commis- 
sioner.” 35 U.S.C. 111(a)(1) (emphasis added). With regard to 
the meaning of the “in writing” requirement of 35 U.S.C. 
111(a)(1), “[i]n determining any Act of Congress, unless the 
context indicates otherwise . . . , ‘writing’ includes printing 
and typewriting and reproduction of visual symbols by photo- 
graphing, multigraphing, mimeographing, manifolding, or oth- 
erwise.” 1 U.S.C. 1 (emphasis added); see also Fed. R. Evid. 
1001(1) (writing defined as including magnetic impulse and 
electronic recording). An electronic document (or an electronic 
transmission of a document) is a “reproduction of visual sym- 
bols,” and the “in writing” requirement of 35 U.S.C. 111(a)(1) 
does not preclude the PTO from accepting an electronically 
filed document. Likewise, there is nothing in the patent statute 
that precludes the PTO from designating an “electronic” record 
of an application file as the PTO’s “official” copy of the applica- 
tion. 


The recognition of the electronically stored version of the 
sequence listings as the official copy is expected to have a 
minor consequence on our processing of these applications. 
Sequence listings are already required to be submitted in elec- 
tronic form, and a receipt system is already in place to handle 
the acceptance and storage of the electronic versions.Currently 
the machine-readable version is the copy of choice for search, 
for printing and for reference purposes. 


The submission of machine readable versions of computer pro- 
gram listings, or other voluminous materials, would require the 
PTO to establish an appropriate system for accepting and using 
such submissions such that the paper versions of such informa- 
tion will no longer be needed. The submitted archival media 
may be transferred to centralized electronic office systems to 
facilitate in-house processing of the information. 


Discussion of change under consideration: The PTO is con- 
sidering revising 37 CFR 1.821 et seg. to permit the voluntary 
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submission of a machine readable version of the sequence 
listings to be the official copy provided it is presented in an 
appropriate archival medium. The PTO cannot simply make 
the current submissions of diskettes the official copy in view 
of the regulations requiring a true archival medium (36 CFR 
1228.28(3) and 1234.30). In addition, the PTO is considering 
revising 37 CFR 1.96 to permit the voluntary submission of 
all computer program listings in machine readable form pro- 
vided they are in an appropriate archival medium. 


The changes contemplated for sequence listings and computer 
program listings would eliminate the need for submissions of 
voluminous paper sequence listings and hard to handle and 
reproduce microfiche computer program listings. To focus spe- 
cifically on the PTO’s difficult paper handling problem, and 
to simplify this project so it can be deployed in a short time 
span, only the nucleotide and/or amino acid sequences and 
the computer program listings would be accepted in machine 
readable format. The rest of the specification of a nonprovi- 
sional application will be submitted in paper in the conventional 
manner, subject to 37 CFR 1.52 and other applicable regula- 
tions. 


In addition to permitting the above-mentioned submissions in 
nonprovisional applications, the PTO is also considering chan- 
ging the rules of practice to permit provisional applications to 
be submitted in toto in a machine readable format, again pro- 
vided that it is presented in an appropriate archival medium. 


This initiative is in support of the Patent Business Goal to 
reduce PTO processing time to twelve months or less for all 
inventions (Goal 1) and to receive applications and publish 
patents electronically (Goal 3). Specifically, it would reduce 
the time and effort required to scan into our electronic archival 
systems the text of sequence listings and of computer program 
listings included in the applications as filed. 


Appropriate Archival Media: Regulations promulgated by 
National Archives and Records Administration define the 
acceptable archival media and formats for transfer and storage 
of information. See 36 CFR 1234.30 and 1228.28. 


Relationship to PTO automation plans: These changes being 
considered are understood to be temporary solutions to a diffi- 
cult PTO paper-handling problem. 


It should be noted that the PTO is planning for full electronic 
submission of applications and related documents by Fiscal 
Year 2003. The changes described above are a smaller step in 
that direction, permitting the essential, but bulky parts of some 
applications to be submitted on an acceptable archival medium. 


Question: Other materials may also be subject to these large 
submissions, and part of this endeavor would be the identifica- 
tion and inclusion of definable entities from other technologies 
that are of a similar nature. The PTO is requesting the public 
to suggest examples. In considering responses to this question, 
issues of practical implementation will be given weight. For 
example, elements of Technical Appendices or documents of 
an Information Disclosure Statement may be flowcharts, bound 
books or other items not suitable yet for electronic submission. 


9. Imposing limits/requirements on information disclosure 
statement submissions (37 CFR 1.98). 


Summary: The PTO is considering revising 37 CFR 1.98 
to establish new requirements and/or limits on information 
submitted as part of an Information Disclosure Statement (IDS). 


Specifics of Change Being Considered: In order to limit IDS 
submissions to relevant information and to ensure full consider- 
ation of an IDS by the PTO, the PTO is considering imposing 
the following additional requirements for IDS submissions: (1) 
a statement in the IDS that each citation has been personally 
reviewed by the registered practitioner who represents appli- 
cant, or by at least one inventor where applicant is not repre- 
sented by a registered practitioner; (2) a copy of each cited 
U.S. application; and (3) a unique description of each citation’s 
importance relative to each independent claim, or specific 
dependent claim(s) if that is why it was cited, except that a 
description would not be required for: (a) any ten citations, 
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and (b) any item cited in a corresponding application by a 
foreign patent office, PCT international searching authority 
(ISA), or PCT international preliminary examining authority 
(IPEA), provided the search report or office action in the 
English language is also submitted. 


The description of each citation would have to set forth a 
teaching or showing of a feature relative to the claimed inven- 
tion which is not taught or shown by other citations in the IDS 
or is taught in a different manner. The description of each 
citation must be unique to that citation, in that an applicant 
would not be permitted to provide a description of a citation 
that is merely cumulative to that of other citations. 


Background: Under the current rules (37 CFR 1.56, 1.97 and 
1.98), the PTO is being overwhelmed with voluminous IDS 
submissions which, in many situations, make it very difficult, 
if not impossible, for an examiner to fully evaluate all of the 
citations that have been submitted. This is especially true when 
the citations involved are large in size and/or when large num- 
bers of citations have been submitted. The submission of large 
numbers of citations and of the entire content of large citations 
may be due to the public’s perception that it must submit, in 
order to ensure compliance with the duty to disclose require- 
ments of 37 CFR 1.56, even questionable or marginally related 
citations (i.e., cited items that are clearly not material to patent- 
ability). The public appears to have taken the view that it 
should submit, in compliance with 37 CFR 1.97 and 1.98, even 
questionable citations in order to ensure that applicant is viewed 
by the courts as having satisfied the duty of disclosure require- 
ments. MPEP 2001.04 points out as to noncompliance with 37 
CFR 1.97 and 1.98 that “the applicant will have assumed the 
risk that the failure to submit the information in a manner that 
will result in its being considered by the examiner may be held 
to be a violation” by the courts. MPEP 2004 adds: “When in 
doubt, it is desirable and safest to submit information. Even 
though the attorney, agent, or applicant doesn’t consider it 
necessarily material, someone else may see it differently and 
embarrassing questions can be avoided”. Thus, an environment 
has been established that promotes submission of citations 
which might in some way be considered to be sufficiently 
relevant to breach the duty of disclosure (once applicant or 
applicant’s counsel becomes aware of the citation) in order to 
avoid an inference of intentional noncompliance. Applicant 
presumably does not wish to be placed in a position (in court) 
of having to explain why a particular document of which appli- 
cant was aware was not deemed relevant enough to submit. 
Therefore, even a document of very questionable relationship 
to the claims may very well be submitted by applicants (the 
public), in order to err on the side of caution. 


This approach has created an enormous burden on the PTO 
and seriously jeopardizes the PTO’s ability to examine applica- 
tions in a timely and efficient manner, or achieve its Business 
Goal to reduce PTO processing time (cycle time) to twelve 
months or less for all inventions (Goal 1). Applicants frequently 
cite large numbers of unrelated documents in citation “dumps” 
where applicant does not wish to expend the time to weed out 
the unrelated documents from large groups of documents (for 
example those obtained by a pre-search or found in a related 
U.S. application). In addition, large citations such as compen- 
diums are submitted where only one or two small unidentified 
portions are relevant. 


While it may have been intended under 37 CFR 1.97 and 1.98 
that applicant submit questionably related citations, it was never 
intended that large numbers of unrelated documents be sub- 
mitted solely to save applicant the effort of reviewing each of 
them to determine their relevance. Likewise, it was not intended 
that the entire volume of a large citation be submitted so that 
applicant need not take the trouble to target the one or two 
relevant portions. 


A further concern arises in those situations where current 37 
CFR 1.98 permits applicants to not supply copies of cited U.S. 
applications. It is a real burden on the examiner to locate 
and copy one or more pending applications, and this activity 
(removal of a cited application for copying) has the potential 
for interfering with the processing and examination of the cited 
application. 
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The following are examples of IDS submissions which have 
placed inordinate demands on the PTO: 


(1) For one family of related applications (of several hundred 
applications), applicants have cited almost three thousand 
items in each of the several hundred applications. 


(2) In another family of five related applications, more than 
one thousand items were cited in IDS submissions in each of 
the applications. The items cited were not the same for each 
application. The five related applications are the children of 
numerous other applications, each of which had IDS submis- 
sions citing at least seven hundred items. The examiner pres- 
ently has in his office sixteen containers of cited items for these 
applications, and stacks of cited items which would fill at least 
eight more containers. 


(3) A pending application contains a citation of ten related U.S. 
applications. Additionally, about eighty-five documents were 
cited, including text citations which included sixty-nine pages 
from one text book and 137 pages from another. The Examiner 
noted in his Office action that these texts appeared to be back- 
ground related to the general area of the invention. In addition, 
some of the cited documents were listed in more than one of 
multiple IDSs submitted, and the additional listings had to be 
located and crossed through on the appropriate form PTO-1449 
accompanying the IDS. 


While these three examples represent some of the more extreme 
IDS submissions, submissions of this nature are not infrequent 
nor are they isolated occurrences. Also, the PTO frequently 
receives IDS submissions which are not only large submissions, 
but they contain unrelated or non-relevant material, thereby 
making it difficult to identify and evaluate the more significant 
citations. In conjunction with this, there is a practical limit to 
the number of citations an examiner can effectively consider, 
especially where the citations have not been described and 
copies have not been supplied (and the more significant citations 
are scattered throughout the lengthy IDS submission). 


Although the PTO remains sensitive to the need for applicants 
to comply with their duty of disclosure under 37 CFR 1.56, 
the PTO must deal with the growing burden on PTO resources 
to handle IDS submissions. The PTO obviously does not desire 
to receive bulky, irrelevant IDSs and “dumps” of citations 
in an application. Also, to the extent that these burdensome 
submissions are in fact received, it is the intent of the PTO to 
make the information contained in them as useful to the exam- 
iner as is effectively possible. Accordingly, the PTO is consid- 
ering imposing new limitations to (a) reduce both the number 
as well as the size of citations that are submitted in IDSs, and 
(b) impose requirements as to the citations which will make 
them more usable by the examiner. 


Proposal: The PTO is considering revising 37 CFR 1.98 to 
impose three new requirements/limitations as follows: 


I. A statement of personal review of each citation submitted 
in the IDS would be required. 


The IDS submitter would be required to state that he/she has 
personally reviewed each submitted IDS citation to determine 
whether or not that citation is relevant to the claimed inven- 
tion(s) and is appropriate to cite to the PTO in the IDS. This 
statement of personal review would have to be made by: 


a registered practitioner, where applicant is represented by a 
registered practitioner, or 


at least one of the inventors where applicant is not represented 
by a registered practitioner. 


Il. A copy of each cited U.S. application would have to be 
supplied. 


The current exception in 37 CFR 1.98(a)(2)(iii) for pending 
U.S. applications would be eliminated. Accordingly, 37 CFR 
1.98(a)(2) would require that an IDS include a legible copy of 
each cited pending U.S. application. 


III. Each citation submitted in the IDS would have to be 
uniquely described. 
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Applicant would have to compare each of the citations to each 
of the independent claims, or specific dependent claim(s), in 
a meaningful way that is unique to each citation. The descrip- 
tion of each citation would have to point out why applicant 
believes the citation to be unique in its teaching/showing rela- 
tive to the claimed invention(s). 


Exceptions to the unique description requirement for each of 
the citations are: 


(a) an item does not have to be described if- the item was 
previously cited (i) by a foreign patent office, and/or (ii) in a 
PCT ISA search report or IPEA office action, in a corresponding 
application; and 


applicant submits a copy of the search report or office action 
where the item was cited (issued by the foreign patent office 
or PCT) in the English language; 


(b) in addition, up to ten citations do not have to be described. 


It should be noted that no exception to the unique description 
requirement will be made for items which were cited in a 
related U.S. application, even if that related application claims 
35 U.S.C. 120 priority from, or provides 35 U.S.C. 120 priority 
to, the application in which the IDS is submitted. In addition, 
an exception will not be made for items cited in litigation 
related to the application. 


As to the exception to the unique description requirement made 
for ten citations of any type: Where more than one IDS submis- 
sion is made in one application, all of the submitted IDS docu- 
ments will be taken together as one consolidated IDS. Thus, 
applicant would not be able to circumvent the exception for 
up to ten citations by submitting multiple but separate IDS 
submissions. For example, if six U.S. applications and four 
patents are cited without descriptions in a first IDS submission, 
then all additional items included in any subsequent IDS sub- 
mission must be described or they will not be considered by 
the PTO. 


It should be noted that the choice of which ten citations would 
be submitted without the unique description is that of the IDS 
submitter, and there should be no negative inference as to 
compliance with the provisions of 37 CFR 1.56 where it is 
chosen to submit the more relevant citations without any 
description. 


Copies of citations contain confidential information: 
Pending U.S. applications are an example of items containing 
confidential information which might be submitted in an IDS. 
In accordance with MPEP 724.02, IDS citations containing 
confidential information (e.g., that which is considered by the 
party submitting same to be either trade secret material or 
proprietary material, and any such information which is subject 
to a protective order) are to be clearly labeled as such and are 
to be filed in a sealed, clearly labeled, envelope or container. 
The party submitting an IDS citation containing information 
which is confidential may subsequently petition to expunge 
that citation from the record as set forth in MPEP 724.05. 


Explanation of the unique description requirement for each 
citation. 


Each item must be individually and uniquely described relative 
to each of the independent claims, or, if appropriate, to one or 
more of the dependent claims, in a meaningful way. When 
determining whether reexamination may be ordered in compli- 
ance with Jn re Portola Packaging, Inc., 110 F.3d 786, 42 
USPQ2d 1295 (Fed. Cir. 1997), the PTO would consider a 
citation described in this manner during a prior related PTO 
proceeding to have had “its relevance to patentability of any 
claim discussed.” See Request for Comments on Interim Guide- 
lines for Reexamination of Cases in View of In re Portola 
Packaging, Inc., 110 F.3d 786, 42 USPQ2d 1295 (Fed. Cir. 
1997); Notice and Request for Public Comments; 63 FR 32646, 
32646, 1212 Off. Gaz. Pat. Office 13, 13 (July 7, 1998). 


Examples of ways to describe a citation (any of which would 
be acceptable) are as follows: 
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(1) For the closest or most related citation(s): Point out the 
features of the citation which are similar to the features of each 
independent claim. For example — “Of the six ingredients 
recited in the claim | breakfast beverage, Citation A teaches 
beverage ingredients which are similar to the claimed protein, 
salt and gum. Citation B teaches beverage ingredients which 
are similar to claimed protein, sugar and carbonating agent. 


(2) Point out how the citation contains or teaches the general 
inventive concept of each independent claim. For example — 
“Citation C teaches the coating method of claim 4 using light 
to cure the coating shortly after it is cooled in a wind tunnel. 


(3) Point out how the citation represents the invention upon 
which the independent claim is an improvement. For example 
— “Citation D shows the entire conveying system of claim 7, 
except for the inventive friction roller placed between the two 
mergers. 


(4) Indicate how the citation teaches at least one feature which 
is similar to a claim feature that is not already taught. For 
example — “Citation E shows a valve that is the same type 
of valve set forth in dependent claim 7.” 


(5) Indicate where the citation teaches, in a different way, an 
already-taught feature which is similar to a claim feature. For 
example — “Citation F teaches a force-cooling of the exiting 
material (similar to that of dependent claim 8) as opposed to 
citation X which taught the cooling as an inherent result of the 
material exiting into the air.” 


In each situation, an additional explanation would be required 
of how each independent claim (or dependent claim(s), if the 
citation was for same) patentably defines over the citation. 


It is not necessary that the description for each citation be 
given as related to all claims of the application. Rather, each 
citation would be described as to its relevance vis-a-vis each 
independent claim (or specific dependent claim(s) if that is 
why it was cited). Further, it is contemplated that the closest 
citations would be described in the greatest detail, and the 
remaining citations compared to the closest citations. 


Impact of compliance with 37 CFR 1.98, as it would be 
amended: The examiner will fully consider each citation in 
an IDS which is in compliance with 37 CFR 1.97 and with 
1.98 as it would be amended. Conversely, the examiner would 
not be required to consider any citation in an IDS where the 
citation is not presented in compliance with 37 CFR 1.97 and 
1.98 as it would be amended. It should be noted that the three 
requirements set forth above would apply to any citation in an 
IDS. Thus, for example, if a related U.S. application is cited 
in an IDS and a copy of the specification, including the claims, 
and the drawings is not provided, the examiner would not be 
required to consider that U.S. application. Further, the PTO 
will discard copies of any citations that are submitted where 
a unique description is required but is not supplied, or where 
the statement of personal review is not made. 


Prior to discarding the citations, the PTO would notify applicant 
that the citations have been refused further consideration. In 
the notice to applicant, the PTO would point out why consider- 
ation has been refused and how the submission of the citations 
could be corrected. As is currently the practice, the notice may, 
at the examiner’s option, be set forth in the next Office action 
on the merits issued by the examiner or be provided in a separate 
notice giving the applicant an opportunity to correct the IDS. 
See MPEP 609. Thus, the examiner could delay action on 
the merits until the corrected IDS is received or the time for 
correction has expired. If the notice is included in the next 
Office action on the merits, then the application status would 
advance with the issuance of that action on the merits. Thus, 
the timeliness of the citations (and refusal of consideration for 
lack of timeliness) would quite possibly become dependent on 
a more limiting subsection of 37 CFR 1.97. For example, if 
the action on the merits is a first Office action, 37 CFR 1.97(b) 
will apply to the corrected IDS submission, while 37 CFR 
1.97(a) would have applied to the original IDS submission (had 
it been in order). If appropriate correction is made and the 
submission is considered timely under 37 CFR 1.97, the cita- 
tions will then be considered. If not, the citations would be 
removed from the record and discarded. In such a situation, 
the list of citations (e.g., PTO-1449) which was submitted with 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 335 
(124) 


the IDS (the citations which were not considered being lined 
through by the examiner) would be retained in the application 
file to serve as a permanent record of what item(s) was/were 
cited. 


Rationale as to the contemplated revision: 


I. Statement of personal review of each citation submitted in 
the IDS 





With the requirement for personal review of each citation, 
applicants must review an item so that applicant can then make 
an informed decision that the item is relevant and appropriate 
to cite to the PTO. This would be effected by requiring the 
attorney, or where there is no attorney, at least one of the 
inventors, to do the personal review. In addition, the examiner 
should only be required to consider a citation where the person 
submitting the citation to the PTO has first reviewed that citation 
and determined that the citation is relevant to the claimed 
invention(s). If the submitter reviews the citation in its entirety 
and determines that the citation is relevant to the claimed inven- 
tion(s), then the examiner should consider that citation in its 
entirety. If only a portion of the citation is pertinent and thus 
only that portion of the citation has been reviewed by the IDS 
submitter, then that portion alone should be cited to the PTO, 
and that portion alone will be considered by the examiner. 


The personal review of each citation is a subjective and indi- 
vidual determination of which citations the submitter wishes 
to make of record, and the reason for doing so is not subject 
to review. It is envisioned, however, that the very act of making 
this determination should function as a screening process to 
effectively filter out marginally related and unrelated citations. 
As to the requirement to describe each citation relative to the 
claims, the PTO believes that imposing this requirement is 
reasonable and fair, and is also highly desirable, because this 
requirement (coupled with a requirement for personal review 
of each citation) would enable the PTO to achieve the relief 
it desires by: 


(1) Providing meaningful, useful and relevant information to 
the examiner, which would greatly facilitate the examiner’s 
evaluation of each IDS citation and the examiner’s making a 
patentability determination on each of the independent and 
dependent claims. Thus, it would improve the quality of exami- 
nation, while improving the efficiency of the examination pro- 
cess; 


(2) Providing an incentive to cite only the most relevant citations 
(to avoid having to describe marginally related and unrelated 
citations). Thus, the citation of large numbers of marginally 
related and unrelated items would be diminished or eliminated; 
and 


(3) Reducing the overall number of IDS citations that are sub- 
mitted by eliminating the marginally related and the unrelated 
citations. 


II. A copy of each U.S. application would have to be supplied 


Applicants often do not submit copies of cited pending U.S. 
applications listed in IDSs. Applicant may list multiple applica- 
tion citations in an IDS (sometimes as many as ten or twenty 
are listed), and if no copies are supplied, the examiner must 
make a time-consuming effort to obtain and copy all of the 
cited pending applications so that they can be considered. This 
will interrupt the examination of the application whenever the 
file of a cited pending application is not available for inspection 
and copying. In addition, obtaining and removing the cited 
application for copying will also interrupt the examination of 
the cited application. 





III. IDS citations would have to be uniquely described 





The present proposal would permit filers of small IDSs (i.e., 
ten or less citations) to continue filing IDSs without any descrip- 
tion, as they are currently filed under 37 CFR 1.98. While it 
is believed to be unreasonably burdensome for the PTO to 
consider unduly large numbers of IDS citations which are not 
described, the PTO is amenable to dealing with ten (or less) 
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IDS citations which are not described, even though the examiner 
has no guidance from applicant as to what is actually shown 
or disclosed in the ten citations. 


PTO Goals to be Furthered: The proposal being considered 
is important to the PTO Goals of reducing PTO processing 
time (PTO Goal 1) and enhancing the quality of examination 
(PTO Goal 4). Requiring copies of all citations will reduce 
delays and help the PTO meet its twelve-month pendency goal. 
The presence of the copies of cited documents will permit those 
citations to be considered by the examiner at the earliest possible 
point after their submission and thereby enhance the quality 
of the examination. The descriptions of citations will provide 
for better quality because the examiner will have a better under- 
standing of why applicant considers the citation to be relevant 
(i.e., the citation will be made more useful to the examiner). 
Imposing a requirement of a statement of personal review of 
the citations will force applicants to evaluate all possible items 
being considered for citation to the PTO such that only the most 
relevant items will be cited to the PTO, and correspondingly, it 
should cut down on or eliminate the large dumps of citations 
that the PTO is now receiving. This will save the examiner 
time which is presently expended to read and evaluate cumula- 
tive and minimally relevant citations. This time can be better 
spent evaluating the more relevant citations, thus resulting in 
a higher quality of examination. 


The PTO has determined that it must do something to reduce 
the size of the voluminous IDS submissions. Suggestions of 
other options are welcomed. If another option is suggested, it 
should explain why and how that option would be better. 


The PTO expects that many will oppose the above-described 
proposal for a variety of reasons. These reasons may include, 
for example, concerns as to the burden being imposed on appli- 
cant to prepare the IDS, the conflicting time requirements that 
will create problems (the need to submit the IDS by a certain 
date conflicts with the extra time needed to prepare the descrip- 
tions which would be required before the IDS could be sub- 
mitted), and concerns about not properly analyzing or 
describing a citation (or all the features, embodiments or parts 
of the entire disclosure of the citation) or even overlooking a 
relevant citation. The comments, however, should be construc- 
tive and address how (and why) some other option(s) would 
be better, or as effective, while being more acceptable to the 
public. 


10. Refusing information disclosure statement consider- 
ation under certain circumstances (37 CFR 1.98). 


Summary: The PTO is considering revising 37 CFR 1.98 to 
reserve the PTO’s authority to not consider submissions of an 
Information Disclosure Statement (IDS) in unduly burdensome 
circumstances, even where all the stated requirements of 37 
CFR 1.98 are met. 


Specifics of Change Being Considered: An unduly burden- 
some IDS submission may be denied consideration even though 
it complies with 37 CFR 1.98. For example, extremely large 
documents and compendiums may not be accepted if submitted. 
Applicant will, however, be notified and given an opportunity 
to modify the submission to eliminate the burdensome aspect 
of the IDS. 


Background: 37 CFR 1.97 states that information will be 
considered by the PTO if it satisfies the provisions of 37 CFR 
1.97 and 1.98. In the above proposal to revise 37 CFR 1.98 
(see above), the PTO is contemplating revision of 37 CFR 1.98 
to deal with unduly burdensome IDS submissions by imposing 
new requirements/limitations. 


It should be noted that even if the rules of practice are revised 
as per the above proposal for 37 CFR 1.98, applicants may still 
cite compendiums, such as compilations of individual articles, 
entire magazines, journals, encyclopedia or technical dictionary 
volumes, textbooks, and volumes of technical abstracts. In 
addition, if a compendium is submitted as one of the “excepted 
ten citations,” no description would be required as to the entire 
compendium. Even though such a submission might comply 
with the letter of 37 CFR 1.98, consideration of the submission 
would be unduly burdensome to the examiner. It clearly would 
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not further the PTO mission and goals to have the examiner 
consider the entire text of the compendium. Rather, applicant 
should be required to submit and describe the specific section(s) 
or portion(s) of the compendium which applicant deems to 
provide the basis for making the citation, and such a specific 
citation would be acceptable. 


Therefore, the PTO should have a mechanism to deal with 
unusual IDS circumstances where consideration of all or some 
part of an IDS would be unduly burdensome to the examiner. 


Proposal: The PTO is contemplating revision of 37 CFR 1.98 
to reserve the authority of the examiner to refuse consideration 
of an IDS submission, or any part of it, where such consideration 
would be unduly burdensome to the examiner (such that the 
PTO mission and goals would not be furthered by requiring 
the examiner to provide consideration). 


When an unduly burdensome IDS is submitted, the PTO would 
notify applicant that the IDS, or a particular portion of it, has 
been refused further consideration. In the notice to applicant, 
the PTO would point out why it would be unduly burdensome 
for the examiner to consider the IDS (or portion thereof) and 
how the IDS could be modified to eliminate its burdensome 
aspect. As is currently the practice, the notice may, at the 
examiner’s option, be set forth in the next Office action on the 
merits issued by the examiner or be provided in a separate 
notice giving the applicant an opportunity to correct the IDS. 
See MPEP 609. Thus, the examiner could delay action on 
the merits until the corrected IDS is received or the time for 
correction has expired. If the notice is included in the next 
Office action on the merits, then the application status would 
advance with the issuance of that action on the merits. Thus, 
the timeliness of the citations (and refusal of consideration for 
lack of timeliness) would quite possibly become dependent on 
a more limiting subsection of 37 CFR 1.97. For example, if 
the action on the merits is a first Office action, 37 CFR 1.97(b) 
will apply to the corrected IDS submission, while 37 CFR 
1.97(a) would have applied to the original IDS submission (had 
it been in order). If appropriate correction is made and the 
submission is considered timely under 37 CFR 1.97, the re- 
submitted citations will then be considered. If not, the IDS 
documents objected to as unduly burdensome would be 
removed from the record and discarded. In such a situation, 
the list of citations (e.g., PTO-1449) which was submitted with 
the IDS (the citations which were not considered being lined 
through by the examiner) would be retained in the application 
file to serve as a permanent record of what item(s) was/were 
cited. 


Examples: Presented are some examples of IDS submissions 
(in addition to the compendium submission which is discussed 
above) that comply with the letter of 37 CFR 1.98, yet the 
PTO would, most likely, regard as unduly burdensome to the 
examiner: 


(1) An IDS presents ten or less citations; however, one or more 
of the presented citations is a patent containing more than one 
hundred pages. There is no explanation as to the nature of the 
relevance of the patent(s) and no specific columns with lines 
are identified. 


(2) An IDS presents ten related U.S. applications with copies 
of voluminous records (including litigation documents) and 
there is no explanation as to the nature of the relevance nor 
is there an identification of specific parts of the application 
records. 


(3) An IDS presents five hundred citations, each uniquely 
described relative to the carving-member feature of claim 5 in 
a slightly different manner. 


(4) Applicant submits five hundred citations to a foreign patent 
office in a foreign application. Applicant then submits the five 
hundred citations in the corresponding U.S. application as cita- 
tions previously cited by a foreign patent office (see the above 
discussion of 37 CFR 1.98) together with a copy of the foreign 
patent office search report that does not identify relevancy as 
to the citations, and without any citation description in the IDS. 


The above are non-limiting examples of burdensome IDS sub- 
missions where consideration would be appropriately denied 
by the examiner. 
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PTO Goals to be Furthered: This revision being considered 
is important to PTO Goals of reducing PTO processing time 
(PTO Goal 1) and enhancing the quality of the examination 
(PTO Goal 4). At present, non-conforming and unduly burden- 
some IDSs are interfering with the PTO effectively carrying out 
its function of fully considering IDS documents. This second 
proposal for revision of 37 CFR 1.98 (coupled with the above- 
presented first proposal) would enable the PTO to reject abusive 
IDSs and thus permit examination of others in greater detail. 


11. Providing no cause suspension of action (37 CFR 1.103). 


Summary: The PTO is considering adding an additional sus- 
pension of action practice, under which an applicant may 
request deferred examination of an application without a 
showing of “good and sufficient cause,” and for an extended 
period of time. The applicant would be required to waive the 
confidential status of the application under 35 U.S.C. 122, and 
agree to publication of the application. 


Specifics of Change Being Considered: Prior to the first Office 
action of an application, the applicant may request deferred 
examination provided the application is entitled to a filing 
date, the filing fee has been paid, any needed English-language 
translation of the application has been filed, and all “outstanding 
requirements” have been satisfied, except that the oath or decla- 
ration need not be submitted. If an oath or declaration has not 
been submitted, the names of all of the persons believed to be 
the inventors must, in good faith, have been identified. Upon 
request by the applicant, the PTO may defer examination for 
a period not to exceed three years. Applicant would be required 
to waive his or her right to have the application kept in confi 
dence under 35 U.S.C. 122, and pay a fee for publication of 
the application. 


Discussion: Under 37 CFR 1.103(a), an applicant may request 
suspension of action of an application “for good and sufficient 
cause and for a reasonable time specified.” There may be times, 
however, when suspension of action is desired by the applicant 
even though “good and sufficient cause” is not present, and 
also for a period greater than the six months permitted under 
MPEP 709. For example, an applicant may desire deferred 
examination to obtain time to align funding, or to resolve 
ownership or potential licensing issues. To provide applicants 
some flexibility in their business affairs, and a degree of relief 
from any business constraints due to the ongoing pendency of 
an application, the PTO is considering permitting applicant to 
request deferred examination solely at the discretion of the 
applicant, and for a period of extended length. A showing of 
“good and sufficient cause” would not be required. 


This program is intended to provide better service to the public 
by making it possible to defer action on an application merely 
by asking, and paying a fee for it to be deferred. The PTO 
would benefit as well as the PTO would be better able to 
redirect its limited examining and processing resources to other 
applications in need of more immediate processing. The suspen- 
sion may also allow search and/or examination results on coun- 
terpart cases in other countries to be received and considered. 


In contrast to suspension of action under 37 CFR 1.103(a), 
which may not be granted for a period exceeding six months 
without approval of the group director (see MPEP 709), 
deferred examination under this option would continue until 
applicant requests resumption of prosecution, or the maximum 
time permitted for such deferral has expired. 


A request for deferred examination under this option would 
only be granted if, in addition to satisfying the formal require- 
ments and paying the required fee (set to recover PTO costs), 
applicant waives his or her right to have the application kept 
in confidence under 35 U.S.C. 122 and agrees to publication 
of the application. 


The PTO is considering imposing the following require- 
ments for this deferred examination program: 


(1) The application must be entitled to a filing date. 


(2) The basic application filing fee must have been paid. 
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(3) Any needed English-language translation of the application 
must have been filed. 


(4) All “outstanding requirements” (e.g., requirements to a 
Notice to File Missing Parts) must have been satisfied, except 
that the oath or declaration need not be submitted. See the 
related discussion on 37 CFR 1.53 where it is indicated that 
the PTO is considering changing the rules of practice to permit 
submission of the oath or declaration to be deferred until pay- 
ment of the issue fee. 


(5) If an oath or declaration has not been submitted, the names 
of all of the persons believed to be the inventors must, in good 
faith, have been identified. 


(6) A first Office action on the merits must not have been 
mailed in the application, or any prior application assigned 
the same application number if the application is continued 
prosecution application under 37 CFR 1.53(d). 


(7) Applicant must submit “A Request for Deferred Examina- 
tion” under this program which includes: 


(a) A waiver of his or her right to have the application kept 
in confidence under 35 U.S.C. 122, and payment of the fee for 
publication of the application; 


(b) Payment of the required fee for deferred examination; and, 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
a terminal disclaimer dedicating to the public a terminal part 
of the term of any patent granted thereon equivalent to the 
period of suspension of the application (this terminal disclaimer 
must also apply to any patent granted on any continuing design 
application that contains a specific reference under 35 U.S.C. 
120, 121, or 365(c) to the suspended application). 


The PTO considered not making this suspension of action 
provision inapplicable to any application not subject to the 
twenty-year patent term provisions of 35 U.S.C. 154(a)(2). 
Rather than excluding such applications from this program, the 
PTO is considering simply requiring that a terminal disclaimer 
for the period of suspension be filed as a condition of granting 
a suspension of action under this program in an application 
not subject to the twenty-year patent term provisions of 35 
U.S.C. 154(a)(2). 


The PTO is further considering the establishment of the 
following program guidelines: 


1. Maximum period of suspension. Because deferral of action 
would delay development of final claim form, and in view of 


the public’s right to early knowledge of patent rights, a max- 
imum time for suspension would be set. The maximum time 
period of suspension would be measured from the filing date 
of the application, not the date a request for suspension is 
granted. The PTO favors a maximum period of three years 
from the filing date or earliest filing date for which a benefit 
is claimed under 35 U.S.C. 119, 120, 121, or 365. A longer 
period would seem excessive, and is seen as permitting an 
applicant to unduly delay issuance of the patent. 


2. Time of publication. The PTO favors publication as soon 
as practicable after the PTO grants the request. This would 
make the specification a publication at the earliest possible 
time. 


3. Form of publication. The PTO intends to publish a notice 
of the application, and of the suspension of action in the Official 
Gazette. The notice would include bibliographic information, 
an abstract of the invention, a drawing figure and at least one 
representative claim. A copy of the application, as filed, will 
be produced and made available to the public in a manner 
similar to the present Statutory Invention Registration (SIR) 
publications. This would include placement in the PTO’s Auto- 
mated Patent System (APS) and classified search files. Copies 
would be fully available to the public. 





4. Effect of Publication. The application would be open to the 
public on the date of publication. An application, indexed or 
classified according to a classification system, and open to 
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public inspection, with a publication document including an 
abstract and claim arranged with other such documents 
according to the classification system is available as a prior 
art publication under 35 U.S.C. 102/103 (i.e., is “published”). 
See In re Wyer, 655 F.2d 221, 210 USPQ 790 (CCPA 1981); 
see also In re Hall, 781 F.2d 897, 900, 228 USPQ 453, 456 
(Fed. Cir. 1986) (a dissertation in a library open to public 
inspection by the general public, and indexed and cataloged 
with the other documents in the library, is available as a publica- 
tion under 35 U.S.C. 102/103). The published application would 
not be prior art under 35 U.S.C. 102(e) effective from the 
filing date of the so-published application. Obviously, if the 
application is subsequently issued as a patent, the patent would 
be available as prior art under 35 U.S.C. 102(e). 


Comments on the following questions are solicited. 


1. Should a maximum period for suspension be set for a period 
of other than three years? 


2. Should the application be required to include an executed 
oath or declaration before a request for suspension of action 
may be granted? It is noted that the Office is also considering 
changing 37 CFR 1.53 to permit submission of the oath or 
declaration to be deferred. 


3. Would publication of the application, coupled with the 
knowledge that a patent may be issued in the future, have a 
chilling effect on others active in the same field so as to freeze 
their activities in this area? 

12. Requiring a handling fee for preliminary amendments 
and supplemental replies (37 CFR 1.111). 


Summary: The PTO is considering imposing a handling fee 
for certain preliminary amendments and for all supplemental 
replies. 


Specifics of Change Being Considered: The PTO is consid- 
ering replacing the current practice of allowing unlimited pre- 


liminary amendments and multiple supplemental replies to be 
filed without requiring any fee with a new practice where a 
handling fee would be charged for each preliminary amendment 
filed later than a specified time period after the filing date of 
the application, and for each supplemental reply that is filed 
after the initial reply to an Office action has been filed. 


Background: Preliminary amendments and supplemental 
replies cause the PTO to perform administrative processing, the 
cost of which is not covered by the filing fee. Some preliminary 
amendments and supplemental replies cause the PTO to perform 
examiner rework resulting in increased pendency time for the 
application when such submissions are timely filed but do 
not reach the examiner prior to the examiner acting on the 
application. For example, if a preliminary amendment or sup- 
plemental reply crosses in the mail with a PTO Office action, 
the PTO must perform rework including technical support pro- 
cessing of the submission, and further examination of the appli- 
cation by the examiner, and a new or supplemental Office 
action will most likely have to be prepared and mailed. If the 
preliminary amendment or supplemental reply is received by 
the examiner after the examiner has begun to examine the 
application, or even after the examiner’s action has been pre- 
pared, but before the Office action was mailed, the examiner 
would still have to reconsider, and then revise or even redo 
the action, whether it was ready to be mailed or not, in light 
of the preliminary amendment or supplemental reply. This may 
also require an additional search or that the previous search be 
redone. See MPEP 714.05.Accordingly, the PTO is considering 
revising its patent rules of practice to impose a handling fee 
for the filing of certain preliminary amendments and for supple- 
mental replies to recover the costs associated with these activi- 
ties. 


Such a change to the patent rules of practice would support 
the PTO’s business goals of reducing the PTO processing time 
to twelve months or less for all inventions, and assessing fees 
commensurate with resource utilization and customer effi- 
ciency. Processing time in the PTO would be reduced in that 
applicants would have an incentive to promptly file preliminary 
amendments and to timely file complete replies to Office 
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actions. The assessment of a handling fee for each preliminary 
amendment filed outside of a specified time period, and each 
supplemental reply, will offset the costs accrued by the PTO 
for extra technical support and examination processing, 
including the time spent by the examiner to reconsider, and 
(re)process, such submissions. The PTO anticipates that char- 
ging a handling fee for such preliminary amendments and sup- 
plemental replies will discourage such filings, thus resulting 
in a reduction in the amount of time it normally takes to com- 
plete the examination of an application, which now includes 
delays associated with such preliminary amendments and sup- 
plemental replies. The PTO is therefore considering charging 
a handling fee for each preliminary amendment filed later than 
a specified time period after the filing date of the application 
and each supplemental reply rather than banning them in their 
entirety. 


Preliminary Amendments: Current practice permits an appli- 
cant to file preliminary amendments any time prior to the 
mailing of a first Office action. This practice often results in 
a preliminary amendment crossing in the mail with an Office 
action. Current practice has also resulted in complaints (peti- 
tions) by applicants when the PTO has refused to issue a new 
Office action when a preliminary amendment is not filed in 
the PTO before the mailing date of an Office action, but was 
mailed to the PTO before the applicant received the Office 
action, since such a preliminary amendment did not cross in 
the mail within the meaning of MPEP 714.05. Another area of 
concern with preliminary amendments is that some preliminary 
amendments are received at the PTO before the mail date of 
the first Office action, but not far enough in advance of such 
mail date that the amendment can be associated with the appli- 
cation file before the examiner has completed the first Office 
action (i.e., filed a few weeks before the mail date of the Office 
action). In either scenario, a hardship is caused on both the 
Office and applicant due to the preliminary amendments not 
being considered. Preliminary amendments also cause the 
Office to incur extra expenses in technical support processing 
of the amendments, and in most instances, the examiner having 
to modify and mail a new Office action. The applicant suffers 
by having to inquire about the preliminary amendment not 
acted upon by the examiner and from having to request a new 
examiner’s action when a timely filed preliminary amendment 
did not reach the file before the examiner’s action was mailed. 


An application should be ready for examination when filed, 
and an applicant may expect the PTO to take up an application 
for examination shortly thereafter. When the PTO reduces its 
cycle time to twelve months, applications will receive a first 
Office action in less than six months after filing. Therefore an 
effort should be made to have all preliminary amendments 
before the examiner at the time the application is filed. In the 
case of a continuing prosecution application (CPA), since the 
application could be ready for the examiner to review in as 
little as one day from the date the CPA is filed, the timely 
submission of a preliminary amendment is of even greater 
importance. ; 


Accordingly, the PTO is considering charging a handling fee 
for each preliminary amendment filed: (1) later than one month 
from the expiration of the applicable twenty- or thirty-month 
period in 35 U.S.C. 371(b) in a PCT application; (2) later 
than one month from the filing date of the application in an 
application filed under 37 CFR 1.53(b); and (3) later than 
the filing date of the application in a continued prosecution 
application (CPA) filed under 37 CFR 1.53(d). These time 
periods would not be extendable. This handling fee will offset 
the handling costs incurred by the PTO, and act as an incentive 
for applicants to file an application in condition for examination. 
If the handling fee is not paid, the preliminary amendment 
would merely be made of record in the file but would not be 
entered. 


Exceptions: Not every preliminary amendment filed outside 
this time period would require a handling fee. For example, 
no handling fee would be required for any paper submitted in 
reply to a requirement by the PTO, either written or oral, such 
as a request to submit a signed copy of a paper previously 
submitted, but which was not signed. Another example would 
be when a preliminary amendment is required (e.g., filing of 
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an English translation from a foreign filed application) as a 
result of a “Notice To File Missing Parts of Application” (37 
CFR 1.53(f)). Any amendments filed in reply to a “Notice 
To File Correct Application Papers” would also not require a 
handling fee. It should be noted, however, that if any other 
type of amendment were to be submitted with the reply to the 
PTO requirement, which was not specifically required, then a 
handling fee would be required for that reply. No handling fee 
would be required for any preliminary amendment which is 
filed solely for the purpose of reducing the number of claims 
in an application to be examined, but amendments deleting 
some claims and adding new, or substitute, claims would have 
to pay a handling fee even if the net result of the amendment 
is that fewer claims would be present. 


Supplemental Replies: Under current practice, an applicant 
must file a timely reply to avoid abandonment under 35 U.S.C. 
133 and 37 CFR 1.135, but may then file one or more supple- 
mental replies (which may include additional arguments, 
amendments, evidence, or other material) up until the mailing 
of the next Office action. This practice encourages the filing 
of a reply that, while satisfying the requirements of 37 CFR 
1.111, may not include all of the amendments or evidence that 
the applicant seeks to be considered, since the original reply 
may be supplemented. 37 CFR 1.111(b), however, provides 
that a proper reply by an applicant to an Office action “must 
reply to every ground of objection and rejection in the prior 
Office action.” Thus, no more than one reply to an Office 
action should be necessary in most situations. 


Accordingly, the PTO is considering a change to the patent 
rules of practice to require that all supplemental replies to a 
non-final Office action must be filed with a handling fee to be 
entitled to consideration. Under this practice, an applicant 
would still be permitted to file supplemental replies to an Office 
action but all additional costs associated with the processing 
of the supplemental reply would be offset by the handling fee 
that would have to be paid. If the handling fee is not paid, the 
supplemental reply would merely be made of record in the file 
but would not be entered. 


Exceptions: A handling fee would not be required for supple- 
mental replies filed after a final Office action as such replies 
are not automatically entitled to entry. A handling fee would 
also not be required when the supplemental reply is filed after 
reaching an agreement for such with the examiner. 


An example in which a handling fee would not be required 
would be when a supplemental reply is filed in response to 
an agreement reached with an examiner. In this situation the 
examiner’s interview summary record should indicate that the 
filing of a supplemental reply was approved, and the supple- 
mental reply should clearly indicate that it was filed after 
receiving approval from the examiner in order to not be subject 
to payment of the handling fee. It should be noted that the 
examiner will not be under any obligation to permit the submis- 
sion of a supplemental reply without a handling fee. 


Handling Fee: As earlier indicated, the PTO is taking the 
approach of charging a handling fee for certain preliminary 
amendments filed after the application was filed and for each 
supplemental reply rather than considering banning them in 
their entirety. 


The PTO incurs costs associated with processing preliminary 
amendments and supplemental replies. Depending on when 
such papers are filed the costs include not only technical support 
processing time, but also additional time on the part of the 
examiner. In order to offset the costs accrued by the PTO 
in processing certain preliminary amendments filed after the 
application was filed, or supplemental replies, the handling fee 
will be set at the aggregate cost to the PTO for both administra- 
tive and examiner processing time required for the average 
preliminary amendment or supplemental reply. It is important 
to note that the paying of the handling fee does not guarantee 
that the submission forwarded therewith will be considered by 
the examiner, as all submissions must still meet the timeliness 
limitations which currently exist. 


13. Changing amendment practice to replacement by para- 
graphs/claims (37 CFR 1. i2i). 
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Summary: The PTO is considering changing the manner of 
making amendments to require that all amendments to the 
specification including the claims be presented in the form of 
replacement paragraphs and claims, respectively. 


Specifics of Change Being Considered: The PTO is consid- 
ering replacing the current system for making amendments in 
non-reissue applications with amendment to the specification 
by replacement paragraphs and amendment to a claim by a 
replacement claim. This would eliminate the PTO’s need to 
enter changes by handwriting in red ink. Deletions of a para- 
graph or a claim would be by instruction to cancel. Replacement 
paragraphs and claims would be a clean copy that is printer- 
ready, which can be optical character recognition (OCR) 
scanned during the publishing process. A marked-up copy of 
the changed paragraphs or claims, using the applicant’s choice 
of mark-up system, would also be supplied as an aid to the 
examiner. All paragraphs in the specification, including charts, 
tables, equations, efc., would have to be numbered. An option 
to provide substitute specifications would be retained for sub- 
mission of extensive changes. 


Background: 37 CFR 1.121(a) permits an applicant to amend 
the specification, and to a limited degree, the claims, by 
instructing the PTO to make insertions or deletions at precise 
points in the specification or claims. Alternatively, applicant 
may choose to cancel a claim or rewrite a claim in amended 
form with underlining and bracketing, designating additions or 
deletions, respectively. Under these rules, amendments are 
often many pages long, involve extensive and numerous 
changes to the specification and/or claims, have complex entry 
instructions, and sometimes include typographical errors. Entry 
of these amendments, especially when words and phrases must 
be inserted in hand-written red ink, and many such changes are 
being made, is very time-consuming and difficult to perform, 
frequently leading to entry errors (including spelling, wording, 
and entry locations). In addition, no clean copy of the specifica- 
tion or claims is available for scanning as part of the patent 
publication process. Thus, the current amendment process leads 
to printed patents being issued which contain many errors, 
which is an unsatisfactory situation for both the PTO and appli- 
cants/patentees for a number of reasons. First, the PTO has 
to expend valuable resources to make needed corrections via 
Certificates of Correction. Second, applicants/patentees want 
their patents to be correctly printed, without errors, and they 
are very disappointed when they receive patents that do contain 
errors. Further, while Certificates of Correction are issued at 
no cost to applicants/patentees if the errors are the fault of the 
PTO, applicants/patentees must expend a substantial amount 
of time and effort carefully reviewing their printed patents, 
then preparing and submitting requests to the PTO for any 
needed corrections. It can be readily seen, therefore, that the 
PTO and its customers both feel that there is a real need for 
changes to be made to the current system for making amend- 
ments so as to reduce the number and causes of Certificates 
of Correction. 


The PTO has been considering changes to the procedure for 
making amendments to an application for several years. See 
Notice of Public Hearing and Request for Comments on 18- 
Month Publication of Patent Applications; Advance Proposed 
Rule Notice, 59 FR 63966, 63970 (December 12, 1994); 1170 
Off. Gaz. Pat. Office 390, 393-94 (January 3, 1995). The PTO 
made a specific proposal for changing the procedure for making 
amendments to an application in late 1996. See 1996 Changes 
to Patent Practice and Procedure; Proposed ~_¥ Notice, 61 
FR 49819, 49830-31, 49852-54 (September 23, 1996); 1191 
Off. Gaz. Pat. Office 105, 113-14, 133-34 (October 22, 1996). 
This proposal, however, was withdrawn for further “study in 
view of the public comments received. See Changes to Patent 
Practice and Procedure; Final Rule Notice, 62 FR 53131, 
53153 (October 10, 1997); 1203 Off. Gaz. Pat. Office 63, 82 
(October 21, 1997). Comments received to date in response to 
both notices have been taken into account in arriving at the 
currently proposed procedure for making amendments. 


Discussion: The preferred option under consideration is a 
change to 37 CFR 1.121 eliminating the current system for 
making amendments in non-reissue applications and requiring 
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applicants to present amendments in the form of replacement 
paragraphs for changes to the specification and replacement 
claims for any changed claims. The replacement paragraphs/ 
claims would be entered by the PTO as substitute inserts for 
the paragraphs in the specification or for the affected claims. 
Should an applicant merely wish to cancel a claim, a specific 
instruction to cancel or delete the claim would be sufficient. 
Similarly, a paragraph of the specification could be canceled 
by a specific instruction to cancel or delete. Except as currently 
provided, no claim would be canceled by the PTO without 
specific and direct instructions from the applicant to do so. 


In order for the replacement paragraph system to work, all 
the paragraphs, including headings, charts, graphs, tables, and 
equations in the specification would have to be numbered. 
Thus, it is further contemplated that, in conjunction with the 
change to 37 CFR 1.121, a change to 37 CFR 1.52 may be 
necessary in order to provide a requirement for the numbering 
of paragraphs of the specification. Once all the paragraphs are 
numbered, amendments would be made merely by submitting a 
replacement paragraph (with the same number) with the desired 
changes made in the replacement paragraph. If an amendment 
results in the addition or deletion of one or more paragraphs, 
an arrangement for identifying any such added or deleted para- 
graphs shall be established so that the numbering of other 
paragraphs shall not have to be changed. 


It should be noted that the PTO will retain the option of being 
able to require the submission of a substitute specification, as 
well as permitting the submission of a substitute specification. 
37 CFR 1.125. 


In addition to submitting a replacement paragraph/claim to 
make an amendment, applicant would also be required to submit 
a marked-up copy of the paragraph/claim to show the differ- 
ences between the original and the replacement. The marked- 
up copy would be generated by any method applicant chooses, 
such as underlining and bracketing, redlining, or by whatever 
system is available with the compare function of applicant’s 
software. However, it must be clear enough to be readily under- 
stood by the examiner. 


The replacement paragraph/claim, which would be a clean 
version without any underlining or bracketing, would be able 
to be completely scanned as part of the printing process in the 
Office of Patent Publications which will result in a higher 
quality of printed patents. Complete scanning of amended por- 
tions of the specification and amended claims is not possible 
today because insertions of words, phrases or sentences made 
by handwriting in red ink and deletions made by words which 
have been lined through with red ink are ignored by the scanner. 
Further, while text marked with underlining and bracketing can 
be scanned, extra processing is required to delete the brackets 
and the text within the brackets and to correct misreading of 
letters caused by the underlining. Thus, using clean replacement 
paragraphs and claims would permit complete scanning which 
is a faster and more accurate method of capturing the application 
for printing while eliminating an extensive amount of key-entry 
of subject matter. This should result in patents with fewer errors 
in need of correction by certificate of correction, which clearly 
would be a benefit to the patentees while also conserving PTO 
resources. 


When an amendment in the future is presented in an Electronic 
File Wrapper (EFW) environment, applicants would only have 
to submit a single clean copy of the replacement paragraph/ 
claim, as the PTO’s system (software) would be designed to 
allow the examiner to see the differences between the original 
and the amended versions. 


Adoption of the preferred option would make the amendment 
process simpler, reduce processing time and operating costs, 
and reduce the opportunity for error associated with amendment 
entry. In addition, it would be consistent with the PTO objective 
of standardizing processing of amendments in both paper and 
electronic format in anticipation of a total EFW environment, 
which is currently under development. Further, the changes 
being considered are consistent with the PTO’s efforts to harmo- 
nize with PCT practice and any changes being contemplated 
for that system. 
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The change in amendment procedure being considered would 
have a significant impact on several of the PTO’s business 
goals. Specifically, amendment entry practice would be much 
easier and would increase efficiency in the technical support 
area with better resource utilization (Business Goal 5) and a 
reduction in cycle time (Business Goal 1). In addition, the 
changes proposed herein are consistent with the PTO’s concur- 
rent development of receiving applications and publishing 
patents electronically (Business Goal 3), in that they provide 
for enhanced and more efficient paper processing, in addition 
to establishing the groundwork for transition into a full EFW 
environment. Further, the simplified amendment entry practice 
would exceed our customers’ quality expectations (Business 
Goal 4) by saving applicants a substantial amount of time and 
resources as: (1) it will be easier and take less time for applicants 
to prepare amendments to be submitted to the PTO; (2) it will 
be easier and take less time for applicants to enter amendments 
into and update their own application files; and (3) the printed 
patents should have less typographical errors, reducing the need 
for requesting Certificates of Correction. A secondary option 
under consideration is that of replacement sections of the speci- 
fication and claims. A standardized form of section and heading 
identification would also be required to achieve uniformity in 
practice. Parts of the specification, as well as individual claims, 
would be defined as “sections” and would be replaced in a 
manner similar to that described above for replacement para- 
graphs/claims. While the procedure seems viable for electronic 
processing, it does not lend itself to paper format, primarily 
due to the larger number of replacement sheets which might 
be required. 


One other option that was considered involved replacement 
pages of the specification and/or claims. Although this proce- 
dure currently enjoys limited success in PCT amendment prac- 
tice in paper format, its future in electronic filing raises some 
apprehension. In an electronic environment, page numbering 
is dependent on word processing style and formatting and can 
be inconsistent; thus, sequential page numbering as in paper 
format would not be possible. For this reason, this option is 
not being further pursued. 


It is noted that 37 CFR 1.121 is primarily directed to setting 
forth the procedural requirements for making amendments. 
Thus, consideration is being given to shifting several of the 
more substantive sections of this rule to more appropriate sec- 
tions of the rules. For example, the provisions of 37 CFR 
1.121(b)(2)(iii) and (b)(5), which are specific to reissue require- 
ments, may be relocated to 37 CFR 1.173, and the provisions 
of 37 CFR 1.121(a)(6) relating to new matter may be relocated 
to 37 CFR 1.111. 


14. Providing for presumptive elections (37 CFR 1.141). 


Summary: The PTO is considering a change to restriction 
practice to eliminate the need for a written restriction require- 
ment and express election in most restriction situations. 


Specifics of Change Being Considered: The PTO is consid- 
ering a change to restriction practice to provide: (1) that if 
more than one independent and distinct invention is claimed 
in an application, the applicant is considered to have construc- 
tively elected the invention first presented in the claims; (2) for 
rejoinder of certain process claims in an application containing 
allowed product claims; and (3) for rejoinder of certain combi- 
nation claims in an application containing allowed subcombina- 
tion claims. This will, in most restriction situations, eliminate 
the need for a written restriction requirement separate from an 
Office action on the merits and an express election by the 
applicant, which will reduce pendency and PTO cycle time. 
This change would apply to nonreissue applications filed under 
35 U.S.C. 111(a), and would not apply to reissue applications 
or applications filed under the PCT. 


Discussion: 


The PTO is considering amending the rules of practice (37 
CFR 1.141 et seg.) to avoid the delays inherent under current 
restriction practice. Specifically, when claims to more than one 
independent and distinct related invention are presented in an 
application, current practice is to require restriction and an 
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express election by the applicant prior to an action on the 
merits. See 37 CFR 1.142(a). The PTO is considering amending 
restriction practice to provide, by rule, that if claims to more 
than one independent and distinct related invention are pre- 
sented in an application, the applicant is considered to have 
constructively elected the invention first presented in the claims. 
That is, the PTO is considering adopting a PCT-type practice in 
regard to how the PTO determines the invention to be examined 
when multiple inventions are presented in an application. See 
PCT Article 17(3)(a) (when the unity of invention requirement 
is not met, the search report shall be established on the parts 
of the application that relate to the invention first mentioned 
in the claims unless additional fees are timely paid). This change 
should eliminate the need for a requirement for an express 
election prior to action on the merits in many restriction situa- 
tions, and would support the PTO’s business goal to reduce 
PTO processing time to twelve months or less for all inventions. 


The PCT practice of permitting an applicant to obtain examina- 
tion of additional inventions in a single application upon pay- 
ment of additional fees is not currently under consideration. 
Except for the specific authorization in § 532(a)(2)(B) of Pub. 
L. 103-465 for the practice set forth in 37 CFR 1.129(b), there 
is currently no statutory authority for the PTO to simply charge 
the patent fees set forth in 35 U.S.C. 41(a) for the examination 
of additional inventions in a single application. 35 U.S.C. 41(d) 
would authorize the PTO to examine additional inventions in 
an application for a fee that recovers the estimated average 
cost to the PTO of such further examination; however, as 35 
U.S.C. 41(h) is applicable only to fees under 35 U.S.C. 41(a) 
and (b), the PTO would not be authorized to provide a small 
entity reduction in regard to such fee. Thus, the only mechanism 
by which the PTO may provide examination of additional inven- 
tions for a fee to which the small entity reduction is applicable 
is via the divisional application practice. 


The PTO is also considering providing, by rule, that the PTO 
will examine the claims to the product if either: (1) the first 
presented claims are claims to a product; or (2) the first pre- 
sented claims are claims to a process of either using or making 
a product and the application contains claims to the product. 
If the claims to the product are determined to be allowable 
over the prior art, the PTO will also examine (permit joinder 
of) the corresponding process of making claims or the corres- 
ponding process of using claims (if the application contains 
claims to the process of using or making the product) that 
depend from or otherwise include all the limitations of the 
product claims that are allowable over the prior art. See Guid- 


ance on Treatment of Product and Process Claims in light of 


In re Ochiai, In re Brouwer, and 35 U.S.C. 103(b), 1184 Off. 
Gaz. Pat. Office 86 (March 26, 1996). 


The process of making claims or the process of using claims 
that do not depend from or otherwise include all the limitations 
of the product claims that are allowable over the prior art will, 
by rule, be treated as constructively non-elected due to the 
presentation of product claims.If the claims to such product 
are not determined to be allowable over the prior art, then, by 
rule, the presentation of product claims will be treated as a 
constructive election of the product for examination. Thus, a 
process claim will, by rule, be treated as constructively non- 
elected due to the presentation of a product claim in either of 
the following two situations: (1) if no constructively elected 
product claim is allowable over the prior art; or (2) if the 
process claim does not depend from or otherwise include all 
the limitations of a constructively elected product claim that 
is allowable over the prior art. 


The PTO is also specifically considering providing, by rule, 
that the PTO will examine the claims to the subcombination 
if either: (1) the first presented claims are claims to a subcombi- 
nation; or (2) the first presented claims are claims to a combina- 
tion and the application contains claims to the subcombination. 
If the claims to the subcombination are determined to be allow- 
able over the prior art, the PTO will also examine (permit 
joinder of) the corresponding combination claims (if the appli- 
cation contains claims to the combination) that depend from 
or otherwise include all the limitations of the subcombination 
claims that are allowable over the prior art. 
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Restriction is currently not permitted in the situation in which 
the combination includes all the limitations of the subcombina- 
tion (i.e., the subcombination is essential to the patentability 
of the combination), unless there is at least one combination 
claim that does not include all the limitations of the subcombina- 
tion (i.e., a claim that evidences that the applicant does not 
consider the subcombination is essential to the patentability of 
the combination or an “evidence claim”). See MPEP 806.05(c). 
Restriction may be permitted in the situation in which the 
combination does not include all the limitations of the subcom- 
bination (i.e., the subcombination is not essential to the patent- 
ability of the combination). See id. 


The combination claims that do not depend from or otherwise 
include all the limitations of the subcombination claims that 
are allowable over the prior art will, by rule, be treated as 
constructively non-elected due to the presentation of subcombi- 
nation claims. If the claims to the subcombination are not 
determined to be allowable over the prior art, then, by rule, 
the presentation of subcombination claims will be treated as a 
constructive election of the subcombination for examination. 
Thus, a combination claim will, by rule, be treated as construc- 
tively non-elected due to the presentation of a subcombination 
claim in either of the following two situations: (1) if no con- 
structively elected subcombination claim is allowable over the 
prior art; and (2) if the combination claim does not depend 
from or otherwise include all the limitations of a constructively 
elected subcombination claim that is allowable over the prior 
art. 


The examiner would still be required to set forth the restriction 
requirement in the first Office action, and would then follow 
the requirement with an indication of which claims were con- 
structively elected. If the applicant disagrees with the propriety 
of the restriction requirement, the applicant would continue to 
have the right to request reconsideration (37 CFR 1.143) and 
review (37 CFR 1.144) of the restriction requirement. The only 
change is that an applicant’s election would be a constructive 
election based upon the order of presentation, rather than an 
express election in reply to a restriction requirement. 


This change would apply to nonreissue applications filed under 
35 U.S.C. 111(a), and would not apply to applications filed 
under the PCT. The PTO is also considering changes to restric- 
tion practice for reissue applications, which are discussed 
below. The discussion in this topic applies solely to restriction 
practice for a nonreissue application. 


15. Creating a “rocket docket” for design applications (37 
CFR 1.155). 


Summary: The PTO is considering an expedited procedure 
to reduce the processing time for the examination of design 
applications. 


Specifics of Change Being Considered: The PTO is consid- 
ering a change to the rules of practice, so that design applicants 
may for a fee (roughly estimated at approximately $900) request 
to have their applications expedited. The PTO would also 
require the applicant to conduct a pre-examination search and 
file formal drawings. The applications would be individually 
examined with priority and the clerical processing would be 
conducted by special expediters and/or monitored by special 
expediters to achieve expeditious processing through initial 
application processing and the Design Examining Group. 


Discussion: Because of the marketplace, there is a need for 
rapid protection of certain articles which are easy to copy, such 
as athletic shoes, toys or consumer goods. Consequently, the 
time spent securing patent protection may severely erode the 
benefit of design patent protection, since if the process is 
lengthy, once the design is patented, the damage in the form 
of infringement may already be done. Currently the “Petition 
to Make Special - Accelerated” procedure set forth at MPEP 
708.02 (VIIL) provides an under-utilized process for applicants 
seeking timely examination. Presumably this is because the 
procedure required to grant a Petition to Make Special is time- 
consuming in that the petitions must first be located from 
amongst the application papers and oft-times a considerable 
amount of time may transpire before the petition is acted upon 
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by the required high-level official. Utilizing the proposed expe- 
dited procedure, this will be solved by having the request hand- 
delivered to the Director’s Office where the PTO can be assured 
that it will be acted upon quickly. Moreover, the current Petition 
to Make Special procedures are primarily directed to prioritizing 
the application while it is on the Examiner’s docket as opposed 
to decreasing time spent routing the application and clerical 
processing time. Certain design applicants have requested that 
additional measures, for an additional cost, be made available 
to design applicants so that their applications may be processed 
and/or monitored by expediters, who will assure hand-carrying 
of the applications between processing steps and top priority 
clerical processing of the applications. This is consistent with 
the PTO’s goals of reducing the cycle time for applications 
(Goal 1) and exceeding customers’ expectations (Goal 4). 
Accordingly, there is a need for a separate, streamlined, expe- 
dited procedure for designs. 


Consequently, the PTO is considering amending 37 CFR 1.155 
to create an additional avenue for design applicants seeking 
expedited processing during examination before the PTO. The 
fee for this expedited processing is that fee necessary to recover 
the PTO’s cost of providing such expedited examination. See 
35 U.S.C. 41(d). The initial estimate (approximately $900) is for 
the additional cost of: (1) hand-carrying/walking an application 
through processing stages in initial application processing and 
the Design Examining Group; (2) prioritizing the processing 
of the application and (3) individually searching and examining 
the application by itself and not along with other design applica- 
tions. 


Unlike utility and plant applications, design applications are 
generally searched (and examined) in groups of ten to twenty 
which reduces the search and examination time needed for each 
design application, which in turn permits a relatively low design 
application filing fee. Under this practice, the general procedure 
results in all applications being searched before any are com- 
pleted and mailed. Given that expedited cases will be searched 
and examined individually by themselves rather than with many 
other design applications, a higher processing fee is justified. 


The expedited procedure for design cases will afford expedi- 
tious treatment from the date of filing to the date of issuance 
or abandonment, except if the application is appealed or if 
a petition is filed there is no expedited treatment while the 
application is within the jurisdiction of the Board of Patent 
Appeals and Interferences (BPAI) or Special Program Law 
Office (SPLO) under the proposed 37 CFR 1.155. As to pro- 
cessing during the printing cycle, the time for processing prior 
to printing is expected to be reduced to eight weeks, so no 
special expedited procedure is deemed necessary. 


Requirements: 


(1) The Request to Expedite along with the design application 
should be filed by hand in the Design Group Director’s Office. 
If the application has been previously filed, the request, which 
must indicate the application number, should be hand-carried 
or faxed to the Group Director’s Office. 


(2) The Request to Expedite will be treated promptly but will 
not be considered until the application is complete (i.e., includes 
the basic filing fee, executed oath or declaration and drawings). 


(3) Applicant will be required to conduct a preexamination 
search. The results of the search must be reported as set forth in 
MPEP 708.02 (VIII) “Special Examining Procedure for Certain 
New Applications - Accelerated Examination.” See MPEP 
708.02 (VIII) at 700-71. 


(4) The requisite fee must accompany the Request to Expedite. 
The fee (roughly estimated at approximately $900) charged 
will be based on expenses for additional work and processing 
time (e.g., search and examination on an individual application 
basis and special clerical processing/handling and stoppage of 
other work in progress). There will be no time limit on when 
the Request to Expedite may be filed, but the fee will be the 
same regardless of the point in the examination expedited status 
begins. 
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(5) Formal drawings are required for expedited status. 


As to restriction practice, there will be a constructive election 
of the first presented invention. No right to traverse is to be 
provided. As an alternative, the applicant is given the right to 
traverse immediately following an Office action in which a 
constructive election has been set forth; but once the right to 
traverse is claimed, the expedited status under 37 CFR 1.155 
will be terminated. 


Benefits of Expedited Status: 


Once the Request to Expedite is granted, the application will be 
provided special expedited processing including (a) essentially 
walk-through processing through initial application and Design 
Examining Group stages and (b) processing out-of-turn on an 
immediate basis. There will be specially designated expediters 
for clerical processing who will personally perform certain 
processing steps where possible, and if not possible, will wait 
with the application for immediate performance of processing 
steps by regular personnel. The applications will be hand- 
carried from step to step. These special expediters might be 
designated employees in existing organizations or a special 
central clerical operation that would serve as expediters and 
do or oversee the processing for most other operations. 


Examiner processing of expedited applications (for first as well 
as subsequent actions) will be given the highest priority for 
examination and each application will be searched and exam- 
ined individually by themselves and not along with a batch of 
other applications. A courtesy copy of all Office actions (with 
references if feasible) will be faxed if a fax number is provided. 


The design group will monitor application progress using the 
Patent Application Locating and Monitoring (PALM) system to 
ensure that expedited applications are not misplaced or delayed. 
Distinctive markings or tags will be placed on the filewrapper. 
The applications will be specially coded with a PALM transac- 
tion code and specially run PALM reports will be generated 
to ensure that any expedited application in the same status for 
more than a predetermined period of time will be noted and 
brought to the attention of the monitoring officials. 


The PTO will set a one-month Shortened Statutory Period 
(SSP) for reply for each action. 


In addition, the PTO envisions setting aside an adequate number 
of “expedited status” slots at the printer for expedited cases. 
However, the time for the printing process is expected to be 
reduced to eight weeks, so no special provision is expected to 
be required. 


The PTO is interested in whether you find this program desir- 
able and, if not, why not. Please include with your comments 
an estimate of the number of expedited requests that your office 
or firm expects to file, should the expedited procedure be 
implemented. 


16. Requiring identification of broadening in a reissue appli- 
cation (37 CFR 1.173). 


Summary: The PTO is considering a change to 37 CFR 1.173 
to require reissue applicants to identify all occurrences of broad- 
ening of the claimed invention in the reissue application. 


Specifics of Change Being Considered: Reissue applicants 
would be specifically required to point out all occurrences of 
broadening of the claims. This will alert examiners to consider 
issues involving broadening relative to the two-year limit and 
the recapture doctrine. While this requirement is being imposed 
on applicants, the examiner will still be expected to indepen- 
dently look for and to appropriately treat any broadening issues 
under 35 U.S.C. 251, (J 1 and 4. If applicant fails to note a 
broadening and the examiner does identify a broadening, the 
examiner would not be permitted to make any rejection or 
objection as to the failure of applicant to identify the broad- 
ening. 


Discussion: 35 U.S.C. 251, 44, provides that no reissue patent 
may enlarge (broaden) the scope of the claims of the original 
patent, unless the reissue patent was applied for within two 
years from the grant of the original patent. See In re Graff, 
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111 F.3d 874, 877, 42 USPQ2d 1471, 1473-74 (Fed. Cir. 1997). 
The standard for determining whether there has been a “broad- 
ening” has been set forth by the Court of Appeals for the 
Federal Circuit as follows: 


a claim of a reissue application is broader in scope than the 
original claims if it contains within its scope any conceivable 
apparatus or process which would not have infringed the orig- 
inal patent . . . A claim that is broader in any respect is consid- 
ered to be broader than the original claims even though it may 
be narrower in other respects. 


See In re Freeman, 30 F.3d 1459, 1464, 31 USPQ2d 1444, 
1447 (Fed. Cir. 1994) (quoting Tillotson Ltd. v. Walbro Corp. 
831 F.2d 1033, 1037 n.2, 4 USPQ2d 1450, 1453 n.2 (Fed. Cir. 
1987)); see also Westvaco Corp. v. International Paper Co., 
991 F.2d 735, 741-42, 26 USPQ2d 1353, 1358-59 (Fed. Cir. 
1993); and In re Self, 671 F.2d 1344, 1346-47, 213 USPQ 1, 
3-4 (CCPA 1982). 


Further, even if a broadened reissue is applied for within two 
years (of the patent grant date), any broadening must also be 
considered in view of the recapture doctrine which prevents a 
patentee from regaining through reissue subject matter that the 
patentee surrendered in an effort to obtain the original patent 
claims. See, In re Clement, 131 F.3d 1464, 1468, 45 USPQ2d 
1161, 1164 (Fed. Cir. 1997); see also Hester Indus., Inc. v. 
Stein, 142 F.3d 1472, 1480-82, 46 USPQ2d 1641, 1648-49 
(Fed. Cir. 1998) (arguments during prosecution of the original 
patent may, even in the absence of an amendment to the claims, 
give rise to a surrender that bars recapture by reissue). There- 
fore, to properly examine any reissue application, the examiner 
must be aware of all occurrences of broadening of the original 
patent claims. 


While it is often clear when a reissue application contains one 
or more claims that are broader than the claims of the original 
patent, sometimes issues of claim interpretation arise where it 
is not clear that the reissue application contains claims that are 
broader than the claims of the original patent. For example, a 
reissue application changing the phrase “perforation means” in 
the original patent claims to “perforations” is a broadening 
change if that phrase in the original patent is considered to 
have invoked 35 U.S.C. 112, 4 6 (Johnston v. Ivac Corp., 885 
F.2d 1574, 1580, 12 USPQ2d 1382, 1386 (Fed. Cir. 1989) (35 
U.S.C. 112, { 6, operates to cut back on the types of means 
which could literally satisfy the claim language)), but is not a 
broadening if that phrase in the original patent is not considered 
to have invoked 35 U.S.C. 112, 6 (Cole v. Kimberly-Clark 
Corp., 102 F.3d 524, 531, 41 USPQ2d 1001, 1006 (Fed. Cir. 
1996) (presence of the word “means” in a claim does not 
necessarily invoke 35 U.S.C. 112, ¢ 6)). Thus, in a significant 
number of reissue applications, it is not readily apparent from 
an inspection of the claims in the reissue application whether 
they are broader than the original patent claims. See Freeman, 
30 F.3d at 1464-65, 31 USPQ2d at 1448 (“we cannot agree 
with [applicant] that simply because [applicant] added words 
to [the] claims that those claims are further narrowed in scope 
. . .[t]he English language is not that simple”). 


The PTO recently amended 37 CFR 1.175(a) (effective 
December 1, 1997) to require that a reissue applicant identify 
in his or her reissue oath or declaration only a single error 
being corrected in the reissue. See Changes to Patent Practice 
and Procedure; Final Rule Notice, 62 FR 53131, 53196 
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63, 121 (October 
21, 1997).Thus, in a reissue application containing claims that 
have been both broadened and narrowed, the applicant may 
meet the literal requirements of 37 CFR 1.175(a) by identifying 
only the error involving the narrowing of the original patent 


claims, while still asserting a correction of “more or less” than . 


applicant had a right to claim in the original patent and without 
addressing the issue of broadening. Without the identification 
of all occurrences of broadening, it may not be clear when a 
reissue application contains claims that are broader than the 
claims of the original patent. 


Since this recent rule change did not specifically retain the 
requirement for indicating when an amendment (change to the 
original patent) will actually be a broadening amendment, or an 
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attempt to be a broadening, amendment, the PTO is considering 
imposing a requirement for reissue applicants, at the time any 
changes are made, either at the time of filing or during the 
course of prosecution, to specifically identify the changes that 
involve, or may involve, broadening of the claims. Thus, appli- 
cants would be required to identify all occurrences of broad- 
ening of the patent claims in the reissue application. For 
example, a change from the term “rigid material,” which might 
appear in an original patent, to the term “material” in a corres- 
ponding reissue application, is an easily identifiable broadening 
of the claim. Another example would be a totally rewritten 
new claim in a reissue application which may not have an 
easily recognizable correspondence to any original patent claim. 


The intent is to impose on applicant a burden to identify all 
instances of broadening so as to alert the examiner in a timely 
manner to the fact that broadening has occurred so that the 
examiner can consider the questions of whether the broadening 
has occurred outside the two-year time period or whether the 
broadening amounts to an attempt to recapture subject matter 
previously given up in obtaining the patent. The examiner, 
however, is not relieved of his/her obligation to fully evaluate 
and examine the reissue application, including any issues 
related to broadening, as required by 35 U.S.C. 251, 4 4. 


If an applicant fails to identify any broadening but the examiner 
has detected occurrences of broadening, the burden on applicant 
has been satisfied and there would be no point to having the 
examiner object and require the applicant to identify the broad- 
ening already detected by the examiner. An objection or rejec- 
tion under 37 CFR 1.173 (or under 35 U.S.C. 251) would not 
be warranted. While the examiner would not be required to 
indicate that broadening had been found if an examination issue 
is not present based on the broadening, the examiner would 
have the option of reminding applicant of the requirement 
for identification of all instances of broadening and request 
applicant to identify any instance of broadening not yet identi- 
fied by the examiner. The intent of the change is not for the 
examiner to rely upon applicant’s duty to identify each broad- 
ening, but to have the applicant and the examiner each have 
responsibility to address the issue. 


An intentional failure to identify material broadening to the 
PTO may result in a court finding that the reissue applicant 
has violated the duty of candor and good faith to the PTO 
under 37 CFR 1.56. If, however, an applicant makes a good 
faith attempt to alert the examiner to where broadening has 
occurred in the reissue claims but inadvertently omits one or 
more instances of broadening, or the applicant in good faith 
does not identify any broadening in that the applicant had no 
intent to broaden, the applicant may not have the requisite 
intent necessary for a finding that the applicant violated 37 
CFR 1.56. In any event, such issues would not be addressed 
by the PTO. 


The change to 37 CFR 1.173 under consideration would support 
the PTO’s Business Goal | (reduce PTO processing time to 
twelve months or less for all inventions ) because it would lead 
to an early identification of issues of broadening (within two 
years), recapture, and claim interpretation and, thereby, help 
to ensure that the examination process is efficiently performed. 
The change to 37 CFR 1.173 under consideration would also 
support the PTO’s Business Goal 4 (exceed our customers’ 
quality expectations, through the competencies and empower- 
ment of our employees) because it would help to ensure that 
broadening and recapture doctrine issues are addressed. Since 
it is the reissue applicant (and not the PTO or the public) who 
is seeking to change (or broaden) the original patent claims, 
the reissue applicant is in the best position to identify such 
broadening. In addition, if it is not clear that the reissue applica- 
tion contains claims that are broader than the claims of the 
original patent, the applicant’s identification on filing of all 
occurrences of broadening may assist the applicant in meeting 
the two-year statutory requirement in 35 U.S.C. 251, 44. 
See Graff, 111 F.3d at 877, 42 USPQ2d at 1473-74 (35 U.S.C. 
251, 4 4, requires that a reissue applicant give notice of pro- 
posals to broaden the claims of a patent to the public within 
two years of issuance of the patent). Thus, it is appropriate to 
place some responsibility for identifying all occurrences of 
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broadening in the reissue application on the reissue applicant 
(rather than solely on the PTO examiner or the public). 


The recent amendment to 37 CFR 1.175, inter alia, eliminated 
the requirement that an applicant submit an oath or declaration 
setting forth detailed showings concerning each and every 
change being made to the patent via reissue. See Changes to 
Patent Practice and Procedure, 62 FR at 53165-66, 1203 Off. 
Gaz. Pat. Office at 92-93. The changes to 37 CFR 1.173 under 
consideration do not readdress the requirements of former 37 
CFR 1.175 because: (1) 37 CFR 1.175 relates to oath/declara- 
tion requirements and the identification of all occurrences of 
broadening need not (but may) be provided in the reissue oath 
or declaration (e.g., they may be identified by a preliminary 
remarks paper, or in the application transmittal letter); (2) the 
identification requirement applies only to broadening changes, 
not to all of the changes being made by reissue; and (3) the 
identification of all occurrences of broadening need not include 
a discussion of the nature of the broadening as was required 
by former 37 CFR 1.175. 


17. Changing multiple reissue application treatment (37 
CFR 1.177). 


Summary: The PTO is considering an amendment to 37 CFR 
1.177 to streamline the processing of divisional (or multiple) 
reissue applications. 


Specifics of the Change Being Considered: The PTO is con- 
sidering an amendment to 37 CFR 1.177 to: (1) eliminate the 
current requirements of 37 CFR 1.177 that multiple reissue 
applications be referred to the Commissioner and issue simulta- 
neously; and (2) require that each of the multiple reissue appli- 
cations contains a specific cross-reference to each of the other 
reissue applications. Each reissue application would have to 
present all original claims (amended, unamended, or deleted). 
Issuance of reissues where no changes have been made would 
not be permitted. 


Discussion: 37 CFR 1.177 currently provides that divisional 


reissue applications: (1) must be referred to the Commissioner; 
and (2) will issue simultaneously, unless otherwise ordered by 
the Commissioner. The specifics of the exception processing 
given to divisional reissue applications is set out at MPEP 
1451. The PTO has determined that it is unnecessary to give 
this exception processing to divisional (or multiple) reissue 
applications. 


Therefore, the PTO is considering amending 37 CFR 1.177 to: 
(1) elirainate the requirements that multiple reissue applications 
be referred to the Commissioner and issue simultaneously; and 
(2) require that each of the multiple reissue applications contains 
(at the beginning of the specification) a specific cross-reference 
to each of the other reissue applications. This cross-reference 
would serve as a notification to the public that more than one 
reissue patent may/will replace the single original patent. If 
applicant fails to present such an amendment to the specifica- 
tion(s) when filed, or if the first reissue fails to include a cross- 
reference to a later filed second reissue application, and the 
error is not detected by the PTO before the reissue application 
issues, the PTO would issue a certificate of correction under 
either 37 CFR 1.322 or 1.323 to provide such notice in the 
issued reissue patent(s). 


The numbering of the claims in the multiple reissue applications 
should follow a simple basic numbering scheme. For several 
reissue patent applications being filed from a single original 
patent, all claims of the original patent should be presented in 
each reissue application as either amended, unamended, or 
deleted (shown in brackets) claims, respectively, with each 
claim bearing the same number it had in the original patent. 
The same claim of the original patent should not be presented 
in its original unamended form for examination in more than 
one of such several reissue applications or a double patenting 
rejection under 35 U.S.C. 101 shall be made. Added claims 
may be presented in any of the several applications and should 
be numbered beginning with the next number following the 
highest numbered patent claim. For example, an original patent 
containing fifteen claims may be filed as three separate reissue 
applications, each presenting all fifteen of the original claims 
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but, of the fifteen, a different five claims for examination. The 
selected five claims being presented for examination in each 
reissue application could be amended or unamended and they 
would still carry their original numbering. The ten respective 
deleted claims (appearing in brackets) would also appear in 
each reissue application.Any added claims, even if different in 
each of the applications, would be numbered “16" and above. 
Each of the printed reissue patents would include all of the 
original claims (with or without brackets) as well as any claims 
added only into that reissue patent. 


If the same or similar claims were presented in more than one 
of the multiple reissue applications, statutory double patenting 
(35 U.S.C. 101) or non-statutory (judicially created doctrine) 
double patenting considerations would be made by the examiner 
during examination, and appropriate rejections made. 


The amendment to 37 CFR 1.177 being considered would 
support Patent Business Goals | (reduce PTO processing time 
to twelve months or less for all inventions) by eliminating: (1) 
the processing time needed for a petition for non-simultaneous 
issuance of multiple reissue applications; and (2) the suspension 
time of a reissue application in order to provide for simultaneous 
issuance of the multiple reissue applications. 


18. Creating alternative review procedures for applications 
under appeal (37 CFR 1.192). 


Summary: The PTO is considering alternative review proce- 
dures to reduce the number of appeals forwarded to the Board 
of Patent Appeals and Interferences. 


Specifics of Change Being Considered: The PTO is consid- 
ering two alternative review procedures to reduce the number 
of appeals having to be forwarded to the Board of Patent 
Appeals and Interferences (Board) for decision. Both review 
procedures involve a review that would be available upon 
request and payment of a fee by the appellant, and would 
involve review by at least one other PTO official. The first 
review would occur after the filing of a notice of appeal but 
before the filing of an appeal brief and involve a review of all 
rejections of a single claim being appealed to see whether 
any rejection plainly fails to establish a prima facie case of 
unpatentability. The second review would occur after the filing 
of an appeal brief and involve a review of all rejections on 
appeal. 


Discussion: To expedite resolution of appeals, the PTO is 
considering two optional review procedures. The first review 
under consideration would take place prior to the filing of an 
appeal brief, and the second review under consideration would 
take place after the filing of an appeal brief. The procedures 
under consideration would be optional as to the appellant, in 
that the appellant need not request either such review as a 
prerequisite to obtaining a decision by the Board. The appellant, 
however, upon making a timely request accompanied by the 
appropriate fee, would be entitled to either such review (or 
even both such reviews) prior to the appeal going forward to 
the Board. 


A patentee is entitled to patent term extension if, inter alia, 
“the issue of a patent is delayed due to appellate review by 
the Board of Patent Appeals and Interferences or by a Federal 
court and the patent is issued pursuant to a decision in the 
review reversing an adverse determination of patentability.” 
See 35 U.S.C. 154(b)(2). Since the appeal reviews under consid- 
eration would not be by either the Board or a Federal court, 
the issuance of a patent as a result of a decision reached during 
such an appeal review to withdraw a rejection would not entitle 
the patentee to patent term extension under 35 U.S.C. 154(b)(2). 
Nevertheless, this should not dissuade applicants from using 
these appeal review procedures because: (1) patent term exten- 
sion under 35 U.S.C. 154(a)(2) is preconditioned upon a deci- 
sion by the Board or a Federal Court in the review reversing 
an adverse determination of patentability, which is never cer- 
tain; and (2) the appeal reviews under consideration will take 
place before the preparation of any examiner’s answer, and, 
as such, will not result in the delays inherent in Board or court 
review. 
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The purpose of these review procedures is not to place applica- 
tions in better condition for appeal, but to reduce the number 
of applications that must be forwarded to the Board for a 
decision. The PTO anticipates that the appeal reviews under 
consideration will lead to the elimination of the need for Board 
review in appeals involving weak rejections. 


a. Limited pre-brief review: 


The PTO is considering an optional, limited review that would 
take place after a notice of appeal has been filed, but prior to 
the filing of an appeal brief. Under the limited pre-brief review, 
the appellant may file a request (accompanied by the requisite 
fee) for review of all of the rejections in the final rejection (or 
rejection being appealed if non-final) of a selected claim. The 
application will be given to a second primary examiner 
(reviewer) who will review the application to determine whether 
each rejection(s) of the selected claim plainly fails to establish 
a prima facie case of unpatentability. The reviewer is expected 
to’make an independent evaluation of the merits of the appealed 
rejection(s), but may consult with the primary examiner (or 
examiner responsible for the application if not a primary exam- 
iner). 


The limited pre-brief review would be based on the final rejec- 
tion (or rejection being appealed) without the need for the filing 
of an appeal brief. All that would be required is a request for 
such a review and an identification of the claim to be reviewed. 
Arguments would, of course, be permitted, but the review would 
be limited to whether the rejection(s) plainly failed to establish 
a prima facie case of unpatentability of the identified claim. 
For example, a request for a review of whether affidavits or 
declarations under 37 CFR 1.132 overcome a prima facie case 
of unpatentability would exceed the limits of the limited pre- 
brief review under consideration. 


The limited review would focus on whether the rejection(s) of 
the selected claim plainly fails to establish a prima facie case 
of unpatentability. In determining whether a rejection plainly 
fails to establish a prima facie case of unpatentability, the 
reviewer will evaluate the record (e.g., the applied references) 
to determine whether it is plain that the primary examiner has 
failed to meet the burden of establishing a prima facie case 
of unpatentability, but will not evaluate the adequacy of the 
expression of the appealed rejection in the action. Obviously, 
if the reviewer must change the basic thrust of an appealed 
rejection as applied in the action to avoid the conclusion that 
it plainly fails to establish a prima facie case of unpatentability, 
the reviewer will consider the rejection to plainly fail to estab- 
lish a prima facie case of unpatentability, since changing the 
basic thrust of a rejection would require a new ground of 
rejection and the reopening of prosecution. Thus, such a limited 
review is expected to lead to the withdrawal of clearly meritless 
rejections, but may also lead to either the suggestion of amend- 
ments which could be made to avoid the rejection(s), or to a 
reopening of prosecution. 


Although the reviewer would not have the authority to overrule 
the primary examiner, that primary examiner would be made 
aware of situations in which another experienced examiner (the 
reviewer) not only disagreed with any or all of the rejections 
of the selected claim, but considered such rejection(s) to plainly 
fail to establish a prima facie case of unpatentability. It is 
generally expected that the primary examiner would withdraw 
such a rejection. Unless the review resulted in the withdrawal 
of all rejections and allowance of the application, the PTO 
would provide a notice to the appellant advising the appellant: 
(1) that the review occurred and that the period set in 37 CFR 
1.192 for filing an appeal brief runs from the mail date of such 
notice (see discussion below); and (2) of any rejection(s) that 
is withdrawn as a result of the review. 


Consideration is also required for the time frames for this type 
of review. Under the current rules, the mere filing of a such 
request would not satisfy the requirement for the filing of an 
appeal brief (and its fee) to avoid dismissal of the appeal. The 
PTO could, however, amend 37 CFR 1.192 to, in effect, stay 
the period for filing an appeal brief (and its fee) until completion 
of the review. Obviously, once an appellant has requested such 
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a limited pre-brief review, the appellant would not be permitted 
to stay the period for filing an appeal brief by requesting another 
such limited review, but would be required to timely file an 
appeal brief to avoid dismissal of the appeal. 


The benefit to applicants of a limited pre-brief review is that 
it permits the appellant to obtain review of what is considered 
a rejection that plainly fails to establish a prima facie case of 
unpatentability, while saving the costs involved in preparing 
an appeal brief. The PTO expects that this type of limited pre- 
brief review would be most useful in the situation in which 
there is a single representative claim upon which the appeal 
hinges, and the appellant considers the rejection(s) of such 
claim to be deficient on its face. In such a situation, a prompt 
resolution of the disagreement(s) as to that claim would in all 
likelihood lead to a resolution of all other issues. Specifically, 
the PTO anticipates that an appellant using this procedure would 
choose the narrowest claim that the appellant would be willing 
to accept (which may be a dependent claim) as the selected 
claim, and that the limited review would either lead to the 
examiner being informed by an experienced examiner that one 
or more rejections plainly fail to establish a prima facie case 
of unpatentability, or the appellant being informed by another 
experienced examiner that the rejection(s) do not plainly fail 
to establish a prima facie case of unpatentability. 


b. Post-brief review: 


The PTO is also considering adding an optional review that 
would take place after an appeal brief has been filed. Under 
the post-brief review, the appellant may file a request (accompa- 
nied by the requisite fee) and the application will be given to 
a second primary examiner (reviewer) who will review the 
application, focusing on the final rejection (or rejection being 
appealed) and the appeal brief. After this review, the primary 
examiner (and the examiner responsible for the application if 
not a primary examiner) and the reviewer will confer prior to 
mailing of an examiner’s answer to review the appealed rejec- 
tions and the brief. The conference would thus include at least 
two PTO officials, but may also include an examiner who is 
not a primary examiner. Such a post-brief review would focus 
on the tenability of the appealed rejection(s) and, accordingly, 
is expected to lead to the withdrawal of rejections of doubtful 
merit. Such a review may also lead to either the suggestion of 
amendments which could be made to avoid the rejections of 
record, or to reopening of prosecution. 


Although the reviewer would not have the authority to overrule 
the primary examiner responsible for the appeal, that primary 
examiner would be made aware of weaknesses in his or her 
position as perceived by another experienced examiner. It is 
generally expected that the primary examiner will withdraw 
those rejections which another experienced examiner considers 
unlikely to be successful on appeal. If, however, a reasonable 
difference of opinion exists among the examiners as to the 
merits of the rejection(s), it should be expected that appeal will 
go forward to the Board. Unless the review resulted in the 
withdrawal of all rejections and allowance of the application, 
the examiner’s answer would be initialed by the reviewer and 
would indicate:(1) that the review occurred; and (2) any rejec- 
tion(s) that is withdrawn as a result of the review. 


c. Issues for public comment: 


The PTO requests public comment on each of the above-men- 
tioned procedures, since the PTO may implement neither, one, 
or both procedures depending upon the public comments and 
internal feasibility concerns. 


The PTO also desires public comment on the pool of PTO 
employees from which the reviewer for both reviews is taken. 
For example, the PTO could select as the reviewer: (1) a primary 
examiner from the same or related art; (2) a primary examiner 
from a different art; (3) a manager (e.g., a Supervisory Patent 
Examiner, Group Special Program Examiner, or Quality Assur- 
ance Specialist); (4) a Legal Advisor from the Special Program 
Law Office; or (5) a Quality Review Examiner. 


The PTO also desires public comment on whether it should 
establish a uniform procedure for both reviews to be used 
throughout the Examining Corps, or whether each technology 
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center should be free (within specified guidelines) to establish 
its own procedures for such reviews. 


19. Eliminating preauthorization of payment of the issue 
fee (37 CFR 1.311). 


Summary: The PTO is considering amending 37 CFR 1.31 1(b) 
to eliminate the option of filing an authorization to charge an 
issue fee to a deposit account before the notice of allowance 
is mailed. 


Specifics of Change Being Considered: 37 CFR 1.311(b) 
currently permits an authorization to be filed either before or 
after the mailing of a notice of allowance. The PTO is consid- 
ering an amendment to 37 CFR 1.311(b) to permit an authoriza- 
tion to be filed after, but not before, the notice of allowance 
is mailed. 


Discussion: Generally, it is in applicant’s best interest not to 
pay the issue fee at the time the notice of allowance is mailed, 
since it is much easier to have a necessary amendment or an 
information disclosure statement considered if filed before the 
issue fee is paid than after the issue fee is paid. See 37 CFR 
1.97 and 1.312(b). Also, once the issue fee has been paid, 
applicant’s window of opportunity for filing a continuing appli- 
cation is reduced and the applicant no longer has the option 
of filing a continuation or divisional application as a continued 
prosecution application (CPA) under 37 CFR 1.53(d). Many 
applicants find the time period between the mailing date of the 
notice of allowance and the due date for paying the issue fee 
useful for re-evaluating the scope of protection afforded by the 
allowed claim(s) and for deciding whether to pay the issue fee 
and/or to file one or more continuing applications. Therefore, 
the PTO is considering amending 37 CFR 1.311(b) to permit 
an authorization to be filed after, but not before, the notice of 
allowance is mailed. This change in procedure would support 
the PTO’s business goal to reduce PTO processing time to 
twelve months or less for all inventions. 


37 CFR 1.311 (b), as currently written, causes problems for 
the PTO that tend to increase PTO processing time. The lan- 
guage used by applicants to authorize that fees be charged to 
a deposit account often varies from one application to another. 
As a result, conflicts arise between the PTO and applicants as 
to the proper interpretation of authorizing language found in 
their applications. For example, some applicants are not aware 
that it is current PTO policy to interpret broad language to 
“charge any additional fees which may be required at any time 
during the prosecution of the application” as authorization to 
charge the issue fee on applications filed on or after October 
1, 1982. See Deposit Account Authorization to Charge Issue 
Fee; Notice, 1095 Off. Gaz. Pat. Office 44 (October 25, 1988), 
reprinted at 1206 Off. Gaz. Pat. Office 95 (January 6, 1998). 


Even when the language pre-authorizing payment of the issue 
fee is clear, the pre-authorization can present problems for both 
the PTO and practitioners. For example, it may not be clear 
to the PTO whether a pre-authorization is still valid after the 
practitioner withdraws or the practitioner’s authority to act as 
a representative is revoked. If the PTO charges the issue fee 
to the practitioner’s deposit account, the practitioner may have 
difficulty getting reimbursement from the practitioner’s former 
client. 


When the issue fee is actually charged at the time the notice 
of allowance is mailed, a notice to that effect is printed on the 
notice of allowance (PTOL-85) and applicant is given one 
month to submit/return the PTOL-85B with information to 
be printed on the patent. However, applicants are sometimes 
confused by the usual three-month time period provided for 
paying the issue fee and do not, therefore, return the PTOL- 
85B until the end of the normal three-month period. Because 
the PTO recognizes that the information provided on the PTOL- 
85B is needed in order to print the assignee and the attorney 
information on the patent, the failure to respond within the one 
month period is waived and the later submission of the PTOL- 
85B is accepted. Thus, even though the issue fee was paid 
early, the issue process is delayed until the PTOL-85B is actu- 
ally returned, or three months from the mail date of the notice 
of allowance passes, whichever occurs first. If no PTOL-85B is 
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timely returned, the patent is published without the information 
provided on a PTOL-85B. 


If prompt issuance of the patent is a high priority, applicant 
may promptly return the PTOL-85B (supplying any desired 
assignee and attorney information) and pay the issue fee after 
receipt of the notice of allowance. In this way, the PTO will 
be able to process the payment of the issue fee and the informa- 
tion on the PTOL-85B as a part of a single processing step. 
Further, no time would be saved even if the issue fee was pre- 
authorized for payment as the PTO would still have to wait 
for the return of the PTOL-85B. Thus, while it is not seen that 
the proposal to eliminate the pre-authorization to pay the issue 
fee would have any adverse effects on our customers, comments 
on this proposal are requested. 


20. Reevaluating the Disclosure Document Program 


Summary: The PTO is seeking customer feedback to assess the 
value of the Disclosure Document Program. From a preliminary 
evaluation it appears that: (1) it is unclear whether many inven- 
tors actually get any benefit from this program; (2) some inven- 
tors use this program as a result of actions by invention 
promotion firms which mislead them into believing that they 
are actually filing an application for a patent; and (3) better 
benefits and protection are afforded to inventors if they file a 
provisional application for patent instead. 


Specifics of Change being Considered: The PTO is evaluating 
the Disclosure Document Program under the Paperwork Reduc- 
tion Act (44 U.S.C. ch. 35) in order to determine if it is serving 
the needs of those inventors who have been using it and whether 
the PTO can encourage use of provisional application practice 
instead of the practice of filing a Disclosure Document and, 
subsequently, filing either a provisional or nonprovisional 
application. 


Discussion: The PTO implemented the Disclosure Document 
Program in 1969 in order to provide a more credible form of 
evidence of conception of an invention than the “self-addressed 
envelope” form of evidence formerly used by inventors. See 
Disclosure Document Program; Notice, 34 FR 6003 (April 2, 
1969), 861 Off. Gaz. Pat. Office | (May 6, 1969). An inventor 
may, under the Disclosure Document Program, file in the PTO 
a Disclosure Document which includes a written description 
and drawings of his or her invention in sufficient detail to 
enable a person of ordinary skill in the art to make and use 
the invention to establish a date of invention in the United 
States prior to the application filing date under 35 U.S.C. 104. 
The inventor must sign the Disclosure Document and include 
a separate signed cover letter identifying the papers as a Disclo- 
sure Document. A Disclosure Document does not require a 
claim in compliance with 35 U.S.C. 112, 42, nor an inventor’s 
oath under 35 U.S.C. 115, and is not accorded a patent applica- 
tion filing date. A Disclosure Document is supposed to be 
destroyed by the PTO after two years unless it is referred to 
in a separate letter in a related provisional or nonprovisional 
application filed within those two years. The filing fee for a 
Disclosure Document set forth in 37 CFR 1.21(c) is $10. See 
MPEP 1706. 


The PTO currently processes Disclosure Documents as follows: 
Each Disclosure Document is assigned an identifying number, 
the identifying number is stamped on the actual Disclosure 
Document, and the Disclosure Documents are stored in sequen- 
tial number order. The PTO also prepares and mails a notice 
with the identifying number and date of receipt in the PTO to 
the customer. When a paper referring to a Disclosure Document 
is filed in a patent application within two years after the filing 
of a Disclosure Document, a retention label is attached to the 
Disclosure Document and the applicant is notified that the 
Disclosure Document will be retained. The paper filed by the 
applicant which referred to the Disclosure Document is retained 
in the application file. 


Lately, the PTO has been receiving approximately twenty-five 
to thirty-five thousand Disclosure Documents per year. Of all 
the Disclosure Documents filed each year, however, only about 
0.1% (about thirty per year) are actually retained at the inven- 
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tor’s request. The PTO perceives that inventors often file Dis- 
closure Documents to establish a date of invention before 
exploring the feasibility of their ideas and disclosing their inven- 
tions to major corporations, prototype builders, investors, patent 
attorneys, patent depository library staff, prospective partners, 
or small business development companies to guard against 
misappropriation of their inventions. The vast majority of these 
inventions may simply be put aside if the inventors are unsuc- 
cessful at attracting interest and are not pursued until they do 
get support or interest in their inventions. The PTO also per- 
ceives that inventors file a Disclosure Document on each incre- 
mental modification of a basic invention. This may result in a 
dozen or more Disclosure Documents being filed before a 
patent application is filed, if ever, on the “final” version of the 
invention. 


In 1995, Pub. L. 103-465 amended title 35, U.S.C., by providing 
for the filing of a provisional application for patent. A provi- 
sional application must contain a specification in compliance 
with 35 U.S.C. 112,41, and drawings, if drawings are necessary 
to understand the invention described in the specification. A 
provisional application must name the inventors and be accom- 
panied by a separate cover sheet identifying the papers as a 
provisional application. The basic filing fee for a provisional 
application by a small entity is $75 (37 CFR 1.16(k)). The 
filing fee and the names of the inventors may be supplied after 
the provisional application is filed, but a surcharge is required. 
A provisional application does not require a claim in compliance 
with 35 U.S.C. 112, 42, or an inventor’s oath under 35 U.S.C. 
115. While a provisional application is automatically aban- 
doned twelve months after its filing date, the file of an aban- 
doned provisional application is retained by the PTO for at 
least twenty years, or longer if it is referenced in a patent. A 
provisional application is considered a constructive reduction 
to practice of an invention as of the filing date accorded the 
application, if it describes the invention in sufficient detail to 
enable a person of ordinary skill in the art to make and use 
the invention and discloses the best mode known by the inventor 
for carrying out the invention. In other words, except for adding 
the best mode requirement, the disclosure requirements for a 
provisional application are identical to the disclosure require- 
ments for a Disclosure Document and provide users with a 
filing date without starting the patent term period. Thus, almost 
any paper filed today as a proper Disclosure Document can 
now be filed as a provisional application with the necessary 
cover sheet. 


A provisional application is, however, more valuable to an 
inventor than a Disclosure Document. A provisional applica- 
tion, just like a nonprovisional application, establishes a con- 
structive reduction to practice date for any invention disclosed 
therein in the manner required by 35 U.S.C. 112, 4 1, and can 
be used under the Paris Convention to establish a priority date 
for foreign filing. On the other hand, a Disclosure Document 
may only be used as evidence of a date of conception of an 
invention under 35 U.S.C. 104. A Disclosure Document is not 
a patent application and the filing of a Disclosure Document 
does not establish a constructive reduction to practice date for 
an invention described in the Document. As a result, in order 
to use a Disclosure Document to establish prior invention under 
35 U.S.C. 102(g) or under 37 CFR 1.131, an inventor may rely 
on the Disclosure Document to demonstrate that he or she 
conceived of the invention first, but the inventor must then 
demonstrate that he or she was reasonably diligent from a date 
just prior to: (1) the date of conception by the other party in 
an interference proceeding; or (2) the effective date of a refer- 
ence being used by the PTO to reject one or more claims 
of an application until the inventor’s actual or constructive 
reduction to practice. A provisional application, however, may 
be used to establish prior invention all by itself (without any 
need to demonstrate diligence) simply by its filing date being 
before the earliest actual or constructive reduction to practice 
date of the other party or the effective date of the reference. 


Under 35 U.S.C. 102(b), any public use or sale of an invention 
in the U.S. or description of an invention in a patent or a printed 
publication anywhere in the world more than one year prior 
to the filing of a patent application on that invention will bar 
the grant of a patent. In addition, many foreign countries have 
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what is known as an “absolute novelty” requirement which 
means that a public disclosure of an invention anywhere in the 
world prior to the filing date of an application for patent will 
act as a bar to the granting of any patent directed to the invention 
disclosed. Since a Disclosure Document is not a patent applica- 
tion, it does not help an inventor avoid the forfeiture of U.S. 
or foreign patent rights. For example, an inventor offers to sell 
his invention in the U.S. in March 1996. In April of 1996, the 
inventor files a Disclosure Document. In April of 1997, the 
inventor files a nonprovisional application referring to the Dis- 
closure Document. Because the inventor did not file either a 
provisional or a nonprovisional application within twelve 
months of the first offer to sell in the U.S., the inventor has 
forfeited all U.S. patent rights. On the other hand, if the inventor 
files a provisional application in April of 1996 instead of a 
Disclosure Document, the offer to sell in March of 1996 would 
not be a bar under 35 U.S.C. 102(b) to any invention claimed 
in the nonprovisional application filed in April 1996 which is 
disclosed in the provisional application in the manner required 
by 35 U.S.C. 112, ¢ 1. Thus, a provisional application protects 
inventors from losing patent rights whereas a Disclosure Docu- 
ment does not. 


Based on a sampling of Disclosure Documents filed in 1997, 
approximately 56% were filed by inventors with the assistance 
of an invention promotion firm. A recent Federal Trade Com- 
mission (FTC) consumer alert entitled “So You’ ve Got a Great 
Idea? Heads Up: Invention Promotion Firms May Promise 
More Than They Can Deliver” (July 1997), warned that some 
invention promotion firms were using the Disclosure Document 
Program to mislead independent inventors into believing that 
a Disclosure Document affords some form of patent protection. 
In requesting a temporary restraining order against a number 
of invention development companies, the FTC indicated that: 


In a large number of cases, the [defendant invention develop- 
ment company] promises that it will “register” the inventor’s 
idea with the U.S. Patent Office’s Disclosure Document Pro- 
gram, and that doing so will “protect” the idea for 2 years. In 
fact, filing with this program provides no patent protection 
whatsoever. In some instances, customers are promised a patent 
application, but no such application is every [sic., ever] prepared 
or filed. 


See Plaintiff's Mem. In Support of Application for a T.R.O. 
at 13-14, FTC v. International Product Design, Inc., Civ. Act. 
No. 97-1114-A (E.D. Va., filed July 14, 1997) (footnotes 
omitted). 


Patent Business Goal (4) is to exceed our customer’s service 
expectations. The Disclosure Document Program is being eval- 
uated because it has been brought to the PTO’s attention that 
this program has been the subject of numerous abuses and 
complaints, and therefore may be detrimental to the interests 
of a vast majority of the PTO’s customers. This evaluation of 
the Disclosure Document Program is in support of that goal. 


In view of the very small number of Disclosure Documents 
requested to be retained each year (less than one-tenth of one 
percent) versus the twenty-five to thirty-five thousand Disclo- 
sure Documents filed each year, the minimum benefits provided 
to an inventor by a Disclosure Document, the misuse of the 
Disclosure Document Program by some invention promotion 
firms and the better benefits and protection afforded by the 
provisional application option (which was not available when 
the Disclosure Document Program was initiated in 1969), the 
PTO is soliciting the opinion of its customers on whether the 
Disclosure Document Program should be continued in its 
present form, terminated, or substantially revised to serve their 
needs better. 


Replies to the following questions are solicited. 


1. As substantially fewer than one percent of the Disclosure 
Documents that are filed each year are requested by inventors 
to be retained by the PTO and the PTO does not know of any 
substantial reliance being had on Disclosure Documents, is 
there any factual evidence that Disclosure Documents do pro- 
vide meaningful benefits and value to those who file Disclosure 
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Documents? If so, please supply a copy of such evidence with 
your comments. 


2. Does the Disclosure Document Program create a worthwhile 
sense of security? If so, why? 


3. Do you know of a Disclosure Document that has actually 
been relied on in a nonprovisional application to successfully 
establish a conception date in an interference proceeding or in 
a 37 CFR 1.131 affidavit or declaration? If so, please identify the 
Disclosure Document number and whether it was successfully 
relied on in an interference proceeding or in a 37 CFR 1.131 
affidavit or declaration. 


4. Is the Disclosure Document Program addressing any need 
that is not being addressed by the provisional application prac- 
tice? If so, please identify such needs. 


5. In what ways can the PTO better address the needs of those 
who use the Disclosure Document Program that are not being 
addressed by provisional applications without the risks associ- 
ated with the existing Disclosure Document Program? If so, 
please elaborate. 


6. Do you know of any instance in which an invention develop- 
ment firm misled an inventor into believing that a Disclosure 
Document provides more benefit (patent protection) than it 
actually does? If so, please indicate what, if any, harm this 
caused? 


21. Creating a PTO review service for applicant-created 
forms. 


Summary: The PTO is considering establishing a new service, 
where the PTO would review, for a fee, a form prepared by a 
member of the public that is intended to be used for future 
correspondence to the PTO. 


Specifies of Change Being Considered: A form intended to 
be used for future correspondence with the PTO could be 
submitted to the PTO for review. The PTO would charge a fee 
(roughly estimated at approximately $200) for each form up 
to four pages long for this review service. After the review is 
completed, the PTO would send the submitter a written report, 
including comments and suggestions, if any, even though the 
PTO will not formally “approve” any form. The form and all 
related documents submitted for the review would also be 
returned to the submitter. If a (reviewed) form is modified in 
view of a PTO written report, comments and/or suggestion, 
the revised form could be resubmitted to the PTO for a follow 
up review for an additional charge (roughly estimated at approx- 
imately $50). After a form has been reviewed and revised, as 
may be needed, to comply with the PTO’s written report, it 
will be acceptable for the form to indicate if it is a substitute 
for a PTO form and/or that it has been “reviewed by the PTO.” 


Background: Currently, the PTO prepares and makes available 
forms (e.g., application transmittal forms) for use by our cus- 
tomers when submitting correspondence to the PTO. The PTO 
forms are formatted to induce one to supply specific informa- 
tion. There is no requirement, however, that such PTO forms 
be used. Frequently members of the public, in particular, law 
firms and corporations, modify the PTO forms to include matter 
specific to their law firm or corporation, or find it convenient 
to create forms of a different nature or layout specific to their 
needs. A PTO form properly modified by a member of the 
public should induce one to supply at least the same information 
as the PTO form that was modified. 


In the future, the submissions to the PTO would be either by 
specially formatted paper templates or by electronic transmis- 
sion. However, until such efficiencies become the norm, many 
of our customers will be relying on pre-printed forms, created 
either by the PTO or by our customers themselves. While fully 
supporting the move to standardized formats and electronic 
submissions, it is important to today’s customers to have com- 
plete and accurate forms for their daily work. 


New Service: PTO Review of Applicant’s forms: To better 
serve our customer’s needs, the PTO is considering providing 
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a new service where, upon request and payment of a non- 
refundable fee, the PTO will review blank forms prepared by 
a member of the public that are intended to be used for future 
correspondence to the PTO. Non-English language forms will 
not be reviewed. The PTO will not formally “approve” any 
forms that are submitted. The rationale for not formally 
approving a form that is submitted for review by the PTO is 
the following: (1) a form designed/reviewed for a specific 
purpose may actually be used for a different purpose, and the 
PTO cannot control how a form may be used after it is 
reviewed (e.g., filing a patent application under 37 CFR 1.53(b) 
using a Continued Prosecution Application (CPA) Request 
Transmittal form); (2) forms that have been reviewed may 
become out-of-date and be rendered obsolete due to subsequent 
changes in the patent statute (35 U.S.C.), rules of practice (37 
CFR) and office policy and procedure as set forth in the MPEP; 
(3) any approval of a form would tend to discourage improve- 
ments in the form by the customer; and (4) non-approval of 
any form avoids the appearance that the PTO endorses a person, 
a product (e.g., a particular form) or supports a business. 


The PTO would primarily review the submitted forms to note 
any non-compliance (e.g., errors, problems, defects, inaccura- 
cies) with the patent statute (35 U.S.C.), rules of practice (37 
CFR) and established office policy and procedure as set forth 
in the MPEP, and give a written report which would also include 
comments or suggestions. The PTO may also give advice as 
to matters which are related to the usefulness of the forms. 
Patent Business Goal (1) is to reduce PTO processing time to 
twelve months or less for all inventions. This new service 
would be in support of that goal since a properly prepared and 
used form by a member of the public would reduce the chance 
for error and the need for correction, and result in reduced 
PTO processing time. Patent Business Goal (4) is to exceed 
our customers’ quality expectations, through the competencies 
and empowerment of our employees. The proactive role the 
Office will take in this area would be in support of that goal 
since this service will help our customers create better forms. 


In general, modified versions of PTO forms associated with 
PCT practice (e.g., “REQUEST FOR FILING A CONTINUA- 
TION OR DIVISIONAL APPLICATION OF AN INTERNA- 


TIONAL APPLICATION” (PTO/SB/13/PCT) and 
“PETITION FOR REVIVAL OF AN INTERNATIONAL 
APPLICATION FOR PATENT DESIGNATING THE U.S. 
ABANDONED UNINTENTIONALLY UNDER 37 CFR 
1.137(b)” (PTO/SB/64/PCT)) would be subject to review. How- 
ever, user-generated versions of the PCT Request (PCT/RO/ 
101) and the Demand (PCT/IPEA/401) would be excluded from 
this new review service at this time because they are subject 
to further review, study and consultation with the International 
Bureau (IB), as the IB has control over these forms. 


The PTO is considering charging a flat fee (roughly $200) to 
recover the cost of the review of and report on any one form 
containing up to a limit of four pages, with a further charge 
(again roughly $200) for each additional four pages or portion 
thereof. The fee is based upon an in-office, activity-based cost 
analysis. All fees submitted for this new service would be non- 
refundable. Only complete forms, not parts of forms, would 
be reviewed. Therefore, all pages of a multiple page form would 
need to be submitted together. Forms for review would have 
to be submitted to the PTO with the required fee, as a separate 
wholly contained mailing and not with other papers for another 
purpose to keep handling and paper processing time to a min- 
imum. However, multiple forms could be submitted at the same 
time, with the cost for each form being as set forth above. 
Anyone who submits a blank form (and the requisite fee) for 
review would also be encouraged to submit a completed form 
and a cover letter. The cover letter would provide the PTO 
with clear guidance as to what was intended to be reviewed. 
The completed form would aid the PTO in the review process 
as it would provide the PTO with guidance as to how the form 
was intended to be completed and used. Resubmission of a 
(reviewed) form, which was modified in view of the PTO 
written report, and comments and/or suggestions made by the 
PTO in their review of the form, for a second (follow up) 
review would require an additional charge (again roughly $50). 
The resubmission would need to include a resubmission of all 
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documents (copies are acceptable) submitted for the review, 
and a submission of the previously reviewed form containing 
any PTO comments or suggestions thereon and any review 
papers (review sheet) prepared by the PTO. See discussion on 
the matter below. Patent Business Goal (5) is to assess fees 
commensurate with resource utilization and customer effi- 
ciency. The charging of a fee for this new service would be 
in support of that goal since the fee charged would recover 
both the cost of the review and the preparation of the report. 


Any form submitted to the PTO for review would need to be 
formatted as it is intended to be submitted to the PTO; and 
must: (1) be either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches, commonly referred to as 
“letter size”), (2) have a left side margin of at least 2.5 cm. (1 
inch), and a top, right, and bottom margin of at least 2.0 cm. 
(3/4 inch), and (3) have writing on only one side. See 37 CFR 
1.52. 


Forms intended to be a substitute for a PTO form would be 
permitted to contain an indication thereon that the form is a 
substitute for a particular PTO form. To properly identify the 
particular PTO form, such indication should include, among 
other things, the form’s actual PTO form number and the PTO’s 
version date (which may be located in the upper right hand 
corner of the form), and the PTO form’s actual title (e.g., 
“SUBSTITUTE for PTO/SB/05 (4/98), UTILITY APPLICA- 
TION TRANSMITTAL,” with the words “SUBSTITUTE for” 
being separated from (on a different line from) the rest of the 
header to particularly denote that the form is a substitute for 
a PTO form.). The indication that the form is a substitute for 
a PTO form should be in a header, in the upper right hand 
corner of the form. See Example | below. Forms submitted 
for review are encouraged to include a header indicating that 
the form is a substitute for a particular PTO form. It should 
be noted that the other verbiage contained in the header of the 
PTO forms should not be reproduced on any PTO form that 
would be modified. 





Example 1: A sample first header to be placed in the upper 


right hand corner of the form containing an indication that the 
form is a substitute for a PTO form. Note that the words 
“SUBSTITUTE for” are on a different line from the rest of 
the header to specifically denote that the form is a substitute 
for a PTO form. 





SUBSTITUTE for 
PTO/SB/05 (4/98), 
UTILITY APPLICATION TRANSMITTAL 


The PTO will review each submitted form and prepare a report, 
which will include a review sheet, and then return the original 
form with the completed review sheet to the submitter of the 
form. In the PTO review report, the PTO will identify, among 
other things, items or changes that are deemed to be critical. 
Also, the reviewed form itself may be marked up with com- 
ments by the PTO. The PTO will not retain a copy of any 
reviewed form. The PTO will, however, keep a record of the 
reviewing process. If the submitter of a form for review has a 
question about the review of the form after the review process 
has been completed and the reviewed form is no longer in the 
possession of the PTO, a submission of, among other things, 
(acopy of) of the reviewed form containing any PTO comments 
or suggestions thereon, all documents (copies are acceptable) 
submitted for the review, and any review papers (review sheet) 
prepared by the PTO may be necessary. Any form that has 
been reviewed by the PTO and has been modified to include, 
among other things, the items or changes that are deemed to 
be critical by the PTO, may include an indication on the form 
that the form has been reviewed by the PTO, provided that the 
date of the review is also included (e.g., “REVIEWED by PTO 
on XX/XX/XX” (Date)). The indication that the form has been 
reviewed by the PTO should be in a header, in the upper left 
hand corner of the form. See Example 2 below. Forms sub- 
mitted for review are encouraged to include a header indicating 
that the form has been reviewed with the date left blank. If the 
items or changes noted in the review report as being critical 
are not adopted, no indication may be placed on the form that 
the form has been reviewed. Since the PTO will not formally 
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“approve” any forms that are submitted, the use of the word 
“APPROVED” on any form that has been reviewed would be 
misleading and must not be used. 


Example 2: A sample second header to be placed in the upper 
left hand of the form containing an indication that the form 
has been reviewed. 


Reviewed by PTO on XX/XX/XX 


NOTE: When the first and second headers contained in Exam- 
ples | and 2 are used together, it is recommended that the left 
hand header in Example 2 (“Reviewed by PTO on XX/XX/ 
XX”) be on the same line with, but spaced from the first line 
of the right hand header in Example | (“SUBSTITUTE for”). 
See Example 3 below. 





Example 3: A single header combining the first and second 
headers set forth in Examples | and 2. 


Reviewed by PTO on XX/XX/XX SUBSTITUTE for 
PTO/SB/05 (4/98), 


UTILITY APPLICATION TRANSMITTAL 


Any PTO form that has been modified by a member of the 
public to be a substitute for a PTO form, but has not been 
submitted for review, would be permitted to contain an indica- 
tion thereon, as set forth above, that the form is a substitute 
for a particular PTO form. Since such modified PTO form has 
not been reviewed, no indication may be placed on the form 
that the form has been reviewed. See Example | above. 


Any pending form submitted for review is not subject to the 
confidentiality requirements of 35 U.S.C. 122, and may be 
subject to a request under the Freedom of Information Act (5 
U.S.C. 552). 


It should be recognized that the ultimate responsibility for 
complying with statutory and regulatory requirements lies with 
an applicant(s) and their attorney, whether they utilize a form 
prepared by the PTO or some other form which may or may 
not have been reviewed by the PTO. 


It is predictable that the largest number of requests for a review 
of forms would come at a time when there has been a change 
in the PTO rules and/or procedures. The turn-around time for 
review of any form will be based on the workload of the area 
of the PTO selected to perform the review. Anyone desiring a 
form to be reviewed should allow ample time for PTO review. 
No assurances can be given that any form will be reviewed in 
a particular amount of time. Further, subsequent rule changes 
may render unusable a form that was previously used and/or 
reviewed by the PTO. 


To jump-start this new service, and to avoid problems with 
electronic incompatibility that can take a lot of time to resolve, 
the PTO will only review forms that have been properly sub- 
mitted in either paper form or by facsimile transmission. In 
the future, the PTO will consider expanding the service to 
include submission of the forms in an electronic format. 


Current PTO Forms Availability: PTO forms are available 
on the PTO Home Page, and are available either individually 
or in a single zip-compressed file from the PTO ftp server at 
ftp://ftp.uspto.gov/pub/forms/. Individual forms for patent and 
trademark submissions can also be requested from 800-PTO- 
8199 or 703-308-HELP. A specimen book of Patent Forms can 
be purchased for $25 from the Office of Electronic Information 
Products, telephone number 703-306-2600. 


Conclusion: This is a new service that the PTO is considering 
and would involve significant start-up costs. Therefore, absent 
positive feedback on the matter, the PTO does not intend to 
implement this new service. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


September 28, 1998 


{1215 OG 87] 
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(125) Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 


[Docket #: 960606163-7130-02] 
RIN 0651-AA80 
Changes to Patent Practice and Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice to simplify the requirements of 
the rules, rearrange portions of the rules for better context, and 
eliminate unnecessary rules or portions thereof as part of a 
government-wide effort to reduce the regulatory burden on the 
American public. Exemplary changes include: (1) simplifica- 
tion of the procedure for filing continuation and divisional 
applications; (2) amendment of a number of rules to permit 
the filing of a statement that errors were made without deceptive 
intent, without a requirement for a further showing of facts 
and circumstances; and (3) elimination of the requirement that 
the inventorship be named in an application on the day of its 
filing, which eliminates the need for certain petitions to correct 
inventorship. 


Effective Date: December |, 1997. 


For Further Information Contact: Hiram H. Bernstein or 
Robert W. Bahr, Senior Legal Advisors, by telephone at (703) 
305-9285, or by mail addressed to: Box Comments—Patents, 
Assistant Commissioner for Patents, Washington, DC 20231 
marked to the attention of Mr. Bernstein or by facsimile to 
(703) 308-6916. 


Supplementary Information: This rule change implements 
the Administration’s program of reducing the regulatory burden 
on the American public in accordance with the changes pro- 
posed in the Notice of Proposed Rulemaking entitled “1996 
Changes to Patent Practice and Procedure” (Notice of Proposed 
Rulemaking), published in the Federal Register at 61 FR 49819 
(September 23, 1996), and in the Official Gazette at 1191 Off. 
Gaz. Pat. Office 105 (October 22, 1996). The changes involve: 
(1) simplification of procedures for filing continuation and 
divisional applications, establishing lack of deceptive intent in 
reissues, petition practice, and in the filing of papers correcting 
improperly requested small entity status; (2) elimination of 
unnecessary requirements, such as certain types of petitions to 
correct inventorship under § 1.48; (3) removal of rules and 
portions thereof that merely represent instructions as to the 
internal management of the Office more appropriate for inclu- 
sion in the Manual of Patent Examining Procedure (MPEP); 
(4) rearrangement of portions of rules to improve their context; 
and (5) clarification of rules to aid in understanding of the 
requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number 
of changes to the text of the rules as proposed for comment. 
The significant changes (as opposed to additional grammatical 
corrections) are discussed below. Familiarity with the Notice 
of Proposed Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have 
been analyzed. For contextual purposes, the comment on a 
specific rule and response to the comment are provided with 
the discussion of the specific rule. Comments in support of 
proposed rule changes generally have not been reported in the 
responses to comments sections. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 7, 
and 10 are amended as follows: 


Part 1: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended 
to be combined into § 1.4 paragraphs (d)(1)(i) and (d)(1)(ii). 
Section 1.4(d)(1){ii) is also amended to include the phrase 
“direct or indirect copy” to clarify that the copy of the docu- 
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ment(s) constituting the correspondence submitted to the Office 
may be a copy of a copy (of any generation) of the original 
document(s), or a direct copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation 
to the Office (whether by signing, filing, submitting, or later 
advocating) of any paper by a party, whether a practitioner or 
non-practitioner, constitutes a certification under § 10.18(b), 
and that violations of § 10.18(b)(2) may subject the party to 
sanctions under § 10.18(c). That is, by presenting a paper to 
the Office, the party is making the certifications set forth in § 
10.18(b), and is subject to sanctions under § 10.18(c) for viola- 
tions of § 10.18(b)(2), regardless of whether the party is a 
practitioner or non-practitioner. The sentence “[a]ny prac- 
titioner violating § 10.18(b) may also be subject to disciplinary 
action” clarifies that a practitioner may be subject to disciplinary 
action in lieu of or in addition to sanctions under § 10.18(c) 
for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth 
in § 10.18(b) are automatically made upon presenting any paper 
to the Office by the party presenting the paper. The amendments 
to §§ 1.4(d) and 10.18 support the amendments to §§ 1.6, 1.8, 
1.10, 1.27, 1.28,1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 
1.377, 1.378, 1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed 
at a later date in connection with other matters), 3.26, and 5.4 
that delete the requirement for verification (MPEP 602) of 
statements of facts by applicants and other parties who are not 
registered to practice before the Office. The absence of a 
required verification has been a source of delay in the prose- 
cution of applications, particularly where such absence is the 
only defect noted. The change to §§ 1.4(d) and 10.18 automati- 
cally incorporates required averments thereby eliminating the 
necessity for a separate verification for each statement of facts 
that is to be presented, except for those instances where the 
verification requirement is retained. Similarly, the amendments 
to §§ 1.4(d) and 10.18 support an amendment to § 1.97 (§§ 
1.637 and 1.673 will be reviewed at a later date in connection 
with other matters) that changes the requirements for certifica- 
tions to requirements for statements. This change in practice 
does not affect the separate verification requirement for an oath 
or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of 
a petition under § 5.25 for a retroactive license. The statements 
in §§ 1.494(e) and 1.495(f) that verification of translations of 
documents filed in a language other than English may be 
required is also maintained, as such requirements are made 
rarely and only when deemed necessary (e.g., when persons 
persist in translations which appear on their face to be inaccu- 
rate). The requirements for certification of service on parties 
in §§ 1.248, 1.510, 1.637 and 10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related 
to an applicant who has not made of record a registered attorney 
or agent being required to state whether assistance was received 
in the preparation or prosecution of a patent application. This 
is transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that con- 
tinued prosecution applications under § 1.53(d) may be trans- 
mitted to the Office by facsimile. However, the procedures 
described in § 1.8 do not apply to, and no benefit under § 1.8 
will be given to, a continued prosecution application under § 
1.53(d). That is, an applicant may file a continued prosecution 
application by facsimile transmission, but the filing date 
accorded such continued prosecution application will be the 
date the complete transmission of the continued prosecution 
application is received in the Office. For example, a continued 
prosecution application transmitted by facsimile from Cali 
fornia at 10:30 pm (Pacific time) on November 18, 1997, and 
received in the Office at 1:30 am (Eastern time) on November 
19, 1997, will be accorded a filing date of November 19, 
1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit 
ting such application in a manner and at a time that will ensure 
its complete and timely (§ 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authori- 
zation to charge (at least) the basic filing fee to a deposit 
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account, or the application must be treated under § 1.53(f) as 
having been filed without the basic filing fee (as fees cannot 
otherwise be transmitted by facsimile). To avoid paying the 
late filing surcharge under § 1.16(e), an application (including 
an application under § 1.53(d)) must include the basic filing 
fee (§ 1.16(e)). As such, payment of the basic filing fee for an 
application under § 1.53(d) on any date later than the filing 
date of the application under§ 1.53(d) (even if paid within the 
period for reply to the last action in the prior application) is 
ineffective to avoid the late filing surcharge under § 1.16(e). 
Therefore, unless an application under § 1.53(d) filed by fac- 
simile includes an authorization to charge the basic filing fee 
to a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee (§ 1.53(d)(3)) 
and the late filing surcharge under § 1.16(e) to avoid abandon- 
ment of the § 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to § 
1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitled “Communications with the Patent and Trademark 
Office” (“Communications with the Office”), published in the 
Federal Register at 61 FR56439, 56443 (November 1, 1996), 
and in the Official Gazette at 1192 Off. Gaz. Pat. Office 95 
(November 26, 1996). 


Section 1.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to §§ 5.1 through 5.5. 


Section 1.6(e)(2) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.6(f) is added to provide for the situation in which 
the Office has no evidence of receipt of an application under 
§ 1.53(d) (a continued prosecution application) transmitted to 
the Office by facsimile transmission. Section 1.6(f) requires 
that a showing thereunder include, inter alia, a copy of the 
sending unit’s report confirming transmission of the application 
under § 1.53(d) or evidence that came into being after the 
complete transmission of the application under § 1.53(d) and 
within one business day of the complete transmission of the 
application under § 1.53(d). Therefore, applicants are advised 
to retain copies of the sending unit’s reports in situations in 
which such unit is used to transmit applications under § 1.53(d) 
to the Office or otherwise maintain a log book of the transmis- 
sion of any application under § 1.53(d) to the Office. See 
also “Communications with the Patent and Trademark Office” 
Final Rule. 


No comments were received regarding the proposed change to 
§ 1.6. 


Section 1.8: Section 1.8(a)(2)(i)(A) is amended to specifically 
refer to a request for a continued prosecution application under 
§ 1.53(d) as a correspondence filed for the purposes of obtaining 
an application filing date, which is excluded by § 1.8(a)(2)(i)(A) 
from the procedure set forth in § 1.8. The purpose of this 
amendment is to render it clear that, notwithstanding that a 
continued prosecution application under § 1.53(d) may be filed 
by facsimile transmission, the procedure set forth in § 1.8 does 
not apply to a request for a continued prosecution application 
under § 1.53(d) (or any correspondence filed for the purpose 
of obtaining an application filing date). That is, the date on 
the certificate of transmission (§ 1.8(a)) of an application under 
§ 1.53(d) is not controlling (or even relevant), in that an applica- 
tion under § 1.53(d) (a continued prosecution application) filed 
by facsimile transmission will not be accorded a filing date as 
of the date on the certificate of transmission (§ 1.8(a)), unless 
Office records indicate, or applicant otherwise establishes pur- 
suant to § 1.6(f), receipt in the Office of the complete application 
under § 1.53(d) on the date on the certificate of transmission, 
and that date is not a Saturday, Sunday, or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concern as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
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eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of 
a business concern to be eligible for reduced patent fees. See 
13 CFR 121.802. Thus, the language in § 1.9(d) duplicating 
such size standards is deleted as redundant, and to avoid confu- 
sion in the event that such size standards are subsequently 
changed by the SBA. The MPEP will include SBA’s regulations 
concerning size standards for a business concern to be eligible 
for reduced patent fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR 
Chapter I is limited to an independent inventor, a small business 
concern or a non-profit organization that is eligible for reduced 
patent fees under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections 1.10(d) and (e) are amended to remove 
the requirement for a statement that is verified. 


Comment |: One comment suggested that § 1.10 be amended 
to clearly set forth the controlling date for correspondence filed 
by “Express Mail” under § 1.10. 


Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). 
Section 1.10(a) as amended in the aforementioned Final Rule 
provides that: (1) correspondence received by the Office that 
was delivered by the “Express Mail Post Office to Addressee” 
service of the United States Postal Service (USPS) under § 
1.10 will be considered filed in the Office on the date of deposit 
with the USPS; (2) the date of deposit with the USPS is shown 
by the “date-in” on the “Express Mail” mailing label or other 
official USPS notation; and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded the Office 
receipt date as the filing date. 


Section 1.11: Section 1.11(b) is amended to provide that the 
filing of a continued prosecution application under § 1.53(d) 
of a reissue application will not be announced in the Official 
Gazette. Although the filing of a continued prosecution applica- 
tion of a reissue application constitutes the filing of a reissue 
application, the announcement of the filing of such continued 
prosecution application would be redundant in view of the 
announcement of the filing of the prior reissue application in 
the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice 
to the applicant, if the application is incorporated by reference 
in a U.S. patent; and (3) treat applications in the file jacket of 
a pending application under § 1.53(d) as pending rather than 
abandoned in determining whether copies of, and access to, 
such applications will be granted. 


Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, 
when the application is incorporated by reference into a U.S. 
patent. See In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). 
Section 1.14(a)(2) is added to avoid the need for a petition 
under § 1.14(e) to obtain a copy of the original disclosure (or 
application-as-filed) of an application that is incorporated by 
reference into a U.S. patent. 


Section 1.14 is also amended to add a paragraph (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to main- 
taining pending applications in confidence by providing public 
notice to nonsigning inventors of the filing of a patent applica- 
tion. 


Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 


Response: The term “secrecy” in § 1.14 was changed to “confi- 
dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”’), 
published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 
67 (September 17, 1996). This change did not represent a 
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change in practice, but merely conformed the language of § 
1.14 to that of 35 U.S.C. 122 (the term “secrecy” is a term of 
art in regard to matters of national security, and its former use 
in § 1.14 was inappropriate). 


Section 1.16: Section 1.16 is amended to add new paragraphs 
(m) and (n) including the unassociated text following para- 
graphs (d) and (1). 


No comments were received concerning § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation 
to an extension of time fee payment for a reply filed within a 
fifth month after a nonstatutory or shortened statutory period 
for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through 
(a)(5), with paragraphs (a)(1)through (a)(4) setting forth the 
amounts for one-month through four-month extension fees. 
Section 1.17(a)(5) provides the small entity and other than 
small entity amounts for the new fifth-month extension fee. 


Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, which- 
ever is longer, this authority for a petition under § 1.136(a) 
will permit an applicant to extend the period for reply until 
the six-month statutory maximum (35 U.S.C. 133) without 
resorting to a petition under § 1.136(b), or to extend by five 
months, pursuant to § 1.136(a), a non-statutory period for taking 
action (e.g., the time period in § 1.192(a) for filing an appeal 
brief). 


Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 
paragraphs (b), (c), and (d). 


Section 1.17(h) is amended to delete references to petitions 
under §§ 1.47, 1.48, and 1.84. Sections 1.47, 1.48, and 1.84(a) 
and (b) are amended to contain a reference to the petition fee 
set forth in § 1.17(i), rather than the petition fee set forth in § 
1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 
to supply the name(s) of the inventor(s) after the filing date 
without an oath or declaration as prescribed by § 1.63, excepting 
provisional applications; (2) add a petition under § 1.47 for 
filing by other than all the inventors or a person not the inventor; 
(3) add a petition under § 1.48 for correction of inventorship, 
except in provisional applications; (4) add a petition under § 
1.59 for expungement and return of information; (5) delete the 
references to petitions under §§ 1.60 and 1.62 in view of the 
deletion of §§ 1.60 and 1.62; (6) add a petition under § 1.84 
for accepting color drawings or photographs; and (7) add a 
petition under § 1.91 for entry of a model or exhibit. 


Section 1.17(q) is amended to add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
a cover sheet as prescribed by § 1.51(c)(1) in a provisional 
application. 


Section 1.17, as well as §§ 1.103, 1.112, 1.113, 1.133, 1.134, 
1.135, 1.136, 1.142, 1.144, 1.146, 1.191, 1.192, 1.291, 1.294, 
1.484, 1.485, 1.488, 1.494, 1.495, (§§ 1.530, 1.550, 1.560, 
1.605, 1.617, 1.640, and 1.652 will be reviewed at a later date 
in connection with other matters), 1.770, 1.785, (§ 1.821 will 
be reviewed at a later date in connection with other matters), 
and 5.3 are also amended to replace the phrases “response” 
and “respond” with the phrase “reply” for consistency with § 
1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced 
with the term “reply.” 


Response: It is appropriate to use a single term (“reply’’) 
throughout the rules of practice, to the extent possible, to refer 
to that “reply” by an applicant to an Office action required to 
avoid abandonment and continue prosecution. 
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Comment 4: At least one comment noted that there is no statu- 
tory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed 
a fifth month extension fee of $2010, a Notice of Proposed 
Rulemaking entitled “Revision of Patent and Trademark Fees 
for Fiscal Year 1998” (“1998 Fee Revision’), published in the 
Federal Register at 62 FR 24865 (May 7, 1997), and in the 
Official Gazette at 1198 Off. Gaz. Pat. Office 97 (May 27, 
1997), proposed that this fee be set at $2060. The Office is 
now adopting the $2060 fifth month extension fee as proposed 
in the “1998 Fee Revision” Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a)(8)(C) (1991), the Commissioner is 
authorized to charge $340 for any third or subsequent petition 
for a one-month extension of time. However, under 35 U.S.C. 
41(f), the additional fee established pursuant to 35 U.S.C. 
41(a)(8)(C) for a subsequent petition for a one-month extension 
of time has been increased to $560 (i.e., $560 is the current 
difference (established under 35 U.S.C. 41(a)(8)(C)) between 
the $1510 fee for a four-month extension of time and the $950 
three-month extension of time). The $1510 fee for a four-month 
extension of time plus the $560 fee for an additional month is 
$2070 (this differs from the $2060 fee proposed in the “1998 Fee 
Revision” Notice of Proposed Rulemaking due to rounding). 
Therefore, the Office is authorized under 35 U.S.C. 41(a)(8) 
to establish a fee of $2060 for a five-month extension of time. 


Section 1.21: Section 1.21(1) is amended for consistency with 
§ 1.53, and § 1.21(n) is amended to change the reference to 
an improper application under §§ 1.60 or 1.62 to a reference 
to an application in which proceedings are terminated pursuant 
to § 1.53(e). 


No comments were received regarding the proposed change to 
§ 1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that 
was inadvertently dropped in the July 1, 1993, publication of 
title 37 CFR, and from subsequent publications. 


No comments were received regarding the proposed change to 
§ 1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are 
amended to remove the requirement that a statement filed there- 
under be “verified,” and to replace “aver” and “averring” with 
“state” and “stating.” See comments relating to § 1.4(d). Section 
1.27(b) is also amended for clarification with the movement of 
a clause relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to 
§ 1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating 
to § 1.4(d). 


Section 1.28(a) is also amended to provide that a new small 
entity statement is not required for a continuing or reissue 
application where small entity status is still proper and reliance 
is placed on a reference to a small entity statement filed in a 
prior application or patent or a copy thereof is supplied. Section 
1.28(a) is further amended to state that the payment of a small 
entity basic statutory filing fee in a nonprovisional application, 
which claims benefit under 35 U.S.C. 119(e), 120, 121, or 
365(c) of a prior application (including a continued prosecution 
application) or in a reissue application, where the prior applica- 
tion or the patent has small entity status, will constitute a 
reference in the continuing or reissue application to the small 
entity statement in the prior application or in the patent, thereby 
establishing small entity status in such a nonprovisional applica- 
tion. 


Section 1.28(a) is also amended to require a new determination 
of continued entitlement to small entity status for continued 
prosecution applications filed under § 1.53(d) and to clarify 
that the refiling of applications as continuations, divisions and 
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continuation-in-part applications and the filing of reissue appli- 
cations also require a new determination of continued entitle- 
ment to small entity status prior to reliance on small entity 
status in a prior application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires 
a new determination of entitlement to small entity status, § 
1.28(a) continues to permit reliance on a small entity statement 
filed in a prior application for nonprovisional continuing appli- 
cations. 


Section 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a 
small entity fee(s) occurred in good faith and how and when 
the error was discovered. A fee deficiency payment under § 
1.28(c) must include the difference between fee(s) originally 
paid as a small entity and the other than small entity fee(s) in 
effect at the time of payment of the complete fee deficiency. 
A fee deficiency payment under§ 1.28(c) will be treated as a 
representation by the party submitting the payment that small 
entity status was established in good faith and that the original 
payment of small entity fees was made in good faith. Any 
paper submitted under § 1.28(c) will be placed in the appropriate 
file without review after the processing of any check or the 
charging of any feed efficiency payment specifically author- 
ized. 


Comment 6: One comment suggested that § 1.28(c) be amended 
to clarify current Office practice regarding the acceptance of 
papers under § 1.28(c)(2) in light of two recent District Court 
decisions: (1) Haden Schweitzer Corp. v. Arthur B. Myr Indus- 


tries, Inc., 901 F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. ' 


1995); and (2) DH Technology, Inc. v. Synergstex International, 
Inc., 937 F. Supp. 902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 
951 F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies 
on § 1.28(c)(2) exclusively. The changes to § 1.28(c) are not 
directed to the issue of whether § 1.28(c)(2) must be viewed 
as the exclusive remedy. Nevertheless, an applicant or patentee 
can avoid undesirable results by not claiming small entity status 
unless it is absolutely certain that the applicant or patentee is 
entitled to small entity status (i.e., resolving any doubt,uncer- 
tainty, or lack of information in favor of payment of the full fee). 
See MPEP 509.03 (“Small entity status must not be established 
unless the person or persons signing the . . . statement can 
unequivocally make the required self-certification” (emphasis 
added)). 


Section 1.33: Section 1.33 is amended to no longer provide 
that the required residence and post office address of the appli- 
cant can appear elsewhere than in the oath or declaration under 
§ 1.63. Section 1.63(a)(3) is amended to require that the post 
office address as well as the residence be identified therein and 
not elsewhere. Permitting the residence to be elsewhere in the 
application other than the oath or declaration, as was in § 
1.33(a), would be inconsistent with unamended § 1.63(c) that 
states that the residence must appear in the oath or declaration. 
The requirement for placement of the post office address is 
equivalent to the requirement for the residence to eliminate 
confusion between the two, which often are the same destination 
and are usually provided in the oath or declaration. The refer- 
ence in § 1.33(a) to the assignee providing a correspondence 
address has been moved within § 1.33(a) for clarification. Other 
clarifying language includes a reference to § 1.34(b), use of 
the terms “provided,” “furnished” rather than “notified,” and 
“application” rather than “case,” and deletion of the expression 
“of which the Office.” 


The former language of § 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature require- 
ment for papers filed in an application (formerly in § 1.33(a)). 
Section 1.33(b) is specifically amended to provide that amend- 
ments and other papers filed in an application must be signed 
by: (1) an attorney or agent of record appointed in compliance 
with § 1.34(b); (2) a registered attorney or agent not of record 
who acts in are presentative capacity under the provisions of 
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§ 1.34(a); (3) the assignee of record of the entire interest (if 
there is such); (4) an assignee of record of an undivided part 
interest (if there is such), so long as the amendment or other 
paper is also signed by any assignee(s) of the remaining interest 
and any applicant retaining an interest; or (5) all of the appli- 
cants, including applicants under §§ 1.42, 1.43 and 1.47, unless 
there is an assignee of record of the entire interest and such 
assignee has chosen to prosecute the application to the exclusion 
of the applicant(s), and, as such, has taken action in the applica- 
tion in accordance with §§ 3.71 and 3.73. This is not a change 
in practice, but simply a clarification of current signature 
requirements. 


No comments were received regarding the proposed change to 
§ 1.33. 


Section 1.41: Section 1.41(a) (and § 1.53) is amended to no 
longer require that a patent be applied for in the name of the 
actual inventors for an application for patent to be accorded a 
filing date. The requirement for use of full names is moved to 
§ 1.63(a) for better context. Section 1.41(a) is specifically 
amended: (1) to provide that a patent is applied for in the 
name(s) of the actual inventor(s); (2) to add paragraphs (a)(1) 
and (a)(2) indicating how the inventorship is set forth in a 
nonprovisional and provisional application; and (3) to add para- 
graph (a)(3) indicating the need for an identifier consisting of 
alphanumeric characters if no name of an actual inventor is 
provided. 


Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
sional application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in 
§§ 1.53(d)(4) and 1.63(d). Section 1.41(a)(1) also provides that 
if an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
the name(s) of the inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provi- 
sional application is that inventorship set forth in the cover 
sheet as prescribed by § 1.51(c)(1). Section 1.41(a)(2) also 
provides that if a cover sheet as prescribed by § 1.51(c)(1) is 
not filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying the name(s) of the inventor(s). 


35 U.S.C. 120 and § 1.78(a) require, inter alia, that an applica- 
tion have at least one inventor in common with a prior applica- 
tion to obtain the benefit of the filing date of such application. 
Considering the executed oath or declaration (or cover sheet 
in a provisional application) the sole mechanism for naming 
the inventor(s) would operate as a trap in the event that an 
application were abandoned prior to the filing of an oath or 
declaration in favor of a continuing application (or in the event 
that a cover sheet was not filed in a provisional application). 
To avoid this result, § 1.41 as adopted provides that the inventor- 
ship is that inventorship named in an executed oath or declara- 
tion under § 1.63 (or in the cover sheet under § 1.51(c)(1) 
in a provisional application), but that if no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in 
a provisional application) is filed during the pendency of the 
application, the inventorship will be considered to be the inven- 
tor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath 
or declaration under § 1.63 (or cover sheet under § 1.51(c)(1) 
in a provisional application) is filed during the pendency of 
the application, it will be necessary for the applicant to file a 
petition under § 1.41(a) (and appropriate fee) to name the 
inventor(s). No explanation (other than that the paper is sup- 
plying or changing the name(s) of the inventor(s)) or showing 
off acts concerning the inventorship or any delay in naming 
the inventorship is required or desired in a petition under § 
1.41(a). The petition fee is required to cover (or defray in a 
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provisional application) the costs of updating the Office’s 
records for the application. 


Where no inventor(s) is named on filing, the Office requests 
that an identifying name be submitted for the application. The 
use of very short identifiers should be avoided to prevent confu- 
sion. Without supplying at least a unique identifying name the 
Office may have no ability or only a delayed ability to match 
any papers submitted after filing of the application and before 
issuance of an identifying application number with the applica- 
tion file. Any identifier used that is not an inventor’s name 
should be specific, alphanumeric characters of reasonable 
length, and should be presented in such a manner that it is 
clear to application processing personnel what the identifier 1s 
and where it is to be found. It is strongly suggested that applica- 
tions filed without an executed oath or declaration under §§ 
1.63 or 1.175 include the name of the person(s) believed to be 
the inventor for identification purposes. Failure to apprise the 
Office of the application identifier being used may result in 
applicants having to resubmit papers that could not be matched 
with the application and proof of the earlier receipt of such 
papers where submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declara- 
tion under § 1.63 is filed in a nonprovisional application or 
cover sheet under § 1.51(c)(1) filed in a provisional application, 
the recitation of the inventorship in an application submitted 
under § 1.53(b) or (d) without an executed oath or declaration 
or cover sheet, respectively, for purposes of identification may 
be changed merely by the later submission of an oath or declara- 
tion executed by a different inventive entity without recourse 
to a petition under §§ 1.41 or 1.48. 


Comment 7: One comment noted that when an application is 
filed only an alphanumeric identifier may be used, which would 
of necessity require a correction of inventorship, and questioned 
how a verified statement under § 1.48(a) could be filed as there 
would be no person to sign such statement, whether the Office 
will require that the name(s) of the inventor(s) be submitted 
within a specified period, and whether the filing date will be 
lost if the name(s) of the inventor(s) is not submitted within 
such period. 


Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 
(§ 1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, 
an application filed without the name(s) of the inventor(s) must 
also have been filed without an oath or declaration under § 
1.63 (nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing 
of such an oath or declaration (§ 1.53(f)). The Office will set 
a time period in a provisional application filed without a cover 
sheet for the filing of such cover sheet (§ 1.53(g)). The subse- 
quently filed oath or declaration or cover sheet will provide 
the name(s) of the inventor(s). No petition under § 1.48(a) 
would be required where there was an alphanumeric identifier 
(and not a name of a person) or where the person(s) set forth 
as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not 
timely filed, the application will become abandoned and the 
inventorship will be considered to be the inventor(s) named in 
the original application papers. The failure to timely file an 
oath or declaration, cover sheet, or the name(s) of the inventor(s) 
is not a filing date issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to 
sloppy filing procedures and that it should in almost all cases 
be possible for practitioners to correctly identify the inventors 
at the time of filing. 


Response: Experience has demonstrated that a significant 
number of applications filed under§ 1.53(b) without an executed 
oath or declaration have been filed with incorrect inventorships 
with explanations running from “there was no time to investi- 
gate the inventorship” to “the inventors contacted either did 
not understand the inventorship requirements under U.S. patent 
law or did not appreciate that the claims as filed included or 
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did not include the contribution of the omitted or erroneously 
added inventor.” Additionally, Office experience is that while 
almost all § 1.48(a) petitions concerning such matters are even- 
tually granted, only a small percentage are granted on the initial 
petition thereby causing a prolonged prosecution period, which 
is undesirable in view of the amendment to 35 U.S.C. 154 
contained in the Uruguay Round Agreements Act (URAA), 
Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47: Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for 
all applications, except for continued prosecution applications 
under § 1.53(d), submitted under this section rather than only 
when notice to the nonsigning inventor(s) is returned to the 
Office undelivered or when the address of the nonsigning inven- 
tor(s) is unknown. The information to be published, after grant 
of the § 1.47 petition, will include: The application number, 
filing date, invention title and name(s) of the nonsigning inven- 
tor(s). Letters returned as undeliverable are difficult to match 
with the related application file, and when matched with the 
file, the applications are burdensome to flag as requiring further 
action by the Office. Accordingly, the return of letters is not 
a desirable means of triggering publication of a notice to a 
nonsigning inventor as to the filing of the application. Further- 
more, when a returned letter is used as such a trigger, another 
review of the application must be made for returned correspon- 
dence. As the best time for review of returned letters is after 
allowance, but before issuance, of an application, processing 
of the application would be delayed and done at a time that 
could be best used for printing related processing requirements. 
Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be 
made. In order to best balance the obligation of providing notice 
to inventors and efficient processing of applications, notice in 
the Official Gazette of the filing of § 1.47 applications will be 
prepared essentially at the same time that the letter notice is 
directly sent to the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to 
exclude the filing of continued prosecution applications under 
§ 1.53(d) from the notice requirement. 


Section 1.47 is also amended for clarification purposes. A 
reference to an “omitted inventor” in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs 
(a)and (b) that a patent will be granted upon a satisfactory 
showing to the Commissioner are deleted as unnecessary. Sec- 
tion 1.47(b) is amended to clarify that it applies only where 
none of the inventors are willing or can be found to sign the 
oath or declaration by substitution of “an inventor’ by “all the 
inventors.” The use of “must state” in regard to the last known 
address is deleted as redundant in view of the explicit require- 
ment for such address in the rule. The sentence in § 1.47(b) 
referring to the filing of the assignment, written agreement to 
assign or other evidence of proprietary interest is deleted as 
redundant in view of the requirement appearing earlier in § 
1.47(b) calling for “proof of pertinent facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee 
to proceed thereunder only where all the inventors refuse to 
sign, and that the assignee should not be precluded from making 
the required declaration where only one inventor refuses to 
cooperate as the other inventors may not have personal knowl- 
edge of the facts. 


Response: While the specific language of § 1.47(b) is amended 
to recite the condition that “all the inventors refuse to execute 
an application” the prior use of the term “inventor” was intended 
to mean and was interpreted as meaning all inventors. See 
MPEP 409.03(b). Accordingly, the language clarification is not 
a change in practice. 


Although it is unclear as to what particular “facts” the comment 
is addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after 
all required to be joint inventors, 35 U.S.C. 116, and therefore 
the other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of 
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facts, in support of the petition, to show, e.g., that an inventor 
has refused to sign a declaration after having been given an 
opportunity to do so, should be made by someone with first- 
hand knowledge of the events, such as the attorney who pre- 
sented the inventor with the application papers. 


Section 1.48: Section 1.48 provides for correction of inventor- 
ship in an application (other than a reissue application). Section 
1.324 provides for correction of inventorship in a patent. Sec- 
tions 1.171 and 1.175 provide for correction of inventorship 
in a patent via a reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concerns patent applications, other than reissue applications, 
and not patents. Where a patent names an incorrect inventive 
entity, the inventorship error may be corrected by reissue. See 
MPEP 1402. Where a reissue application names an incorrect 
inventive entity in the executed reissue oath or declaration 
(whether the reissue application is filed for the sole purpose 
or in-part to correct the inventorship, or is filed for purposes 
other than correction of the inventorship), a new reissue oath 
or declaration in compliance with § 1.175 may be submitted 
with the correct inventorship without a petition under § 1.48. 
This is because it is the inventorship of the patent being reissued 
that is being corrected (via a reissue application). 


35 U.S.C. 251, 4B, provides that the provisions of title 35, 
U.S.C., relating to applications apply to reissue applications. 
35 U.S.C. 116, 48, authorizes the Commissioner to permit 
correction of inventorship in an application under such terms 
as the Commissioner prescribes. The Commissioner has deter- 
mined that correction of inventorship in a reissue application 
may be accomplished under 35 U.S.C. 251 via the reissue 
oath or declaration, without resort to a petition under § 1.48. 
Therefore, § 1.48 has been amended to specifically exclude its 
applicability to correction of inventorship in a reissue applica- 
tion. 


Section 1.48(a) will not require correction of the inventorship 
if the inventorship or other identification under § 1.41 was set 
forth in error on filing of the application. Section 1.48(a) is 
amended to apply only to correction of inventor or inventors, 
in applications, other than reissue applications, from that named 
in an originally filed executed oath or declaration andnot to 
the naming of inventors or others for identification purposes 
under § 1.41. The statement to be submitted will be required 
only from the person named in error as an inventor or from 
the person who through error was not named as an inventor 
rather than from all the original named inventors so as to comply 
with 35 U.S.C. 116. The requirement that any amendment of 
the inventorship under § 1.48(a) be “diligently” made has been 
removed. The applicability of a rejection under 35 U.S.C. 102(f) 
or (g) against an application with the wrong inventorship set 
forth therein and any patent that would issue thereon is a 
sufficient motivation for prompt correction of the inventorship 
without the need for a separate requirement for diligence. 


Comment 10: Two comments expressed opposition to deletion 
of the diligence requirement in § 1.48 paragraphs (a) through 
{c) in that removal thereof would seem to promote delay in 
correction of the inventorship and decrease the importance of 
having the correct inventorship. 


Response: In addition to the motivation noted in the explanation 
of the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship 
becomes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 
1.48(a) (having a statutory basis under 35 U.S.C. 116). 35 
U.S.C. 256 requires participation by all the parties including 
each original named inventor, which participation may be 
harder to obtain after the patent has issued. Petitions under § 
1.48(a) filed earlier while the application is pending may seek 
waiver under § 1.183 of participation of some of the parties 
needed to participate. Additionally, petitions under § 1.48 in 
pending applications are not entered as a matter of right in 
rejected (the criteria of § 1.116 appiies) or allowed (the criteria 
of § 1.312 applies) applications. See § 1.48(a) and MPEP 
201.03. 
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A clarifying reference to § 1.634 is added in § 1.48(a) for 
instances when inventorship correction is necessary during an 
interference and has been moved from § 1.48(a)(4) for improved 
contextual purposes. 


The § 1.48(a)(1) statement requires a statement only as to the 
lack of deceptive intent rather than a statement of facts to 
establish how the inventorship error was discovered and how 
it occurred, since the latter requirement is deleted. Additionally, 
the persons from whom a statement is required now includes 
any person who through error was not named as an inventor 
but limits statements from the original named inventors to only 
those persons named in error as inventors rather than all persons 
originally named as inventors including those correctly named. 
The paragraph is amended to remove the requirement that the 
statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Comment 11: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applica- 
tions that do not meet the standards of patentability. Where an 
oath has originally been filed asserting the proper inventor is 
one entity and a subsequent paper asserts that the proper 
inventor is another, under such circumstances “the facts are 
inherently suspect” and an investigation by the Office is war- 
ranted and required by statute. 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship 
in applications by rejection under 35 U.S.C. 102(f) or (g) and 
will continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by 
the current inventors or assignee on their own initiative is not 
seen to be inherently fraught with deceptive intent as to warrant 
a close and detailed examination absent more. A statement that 
the error was made without deceptive intent is seen to be a 
sufficient investigation complying with the statutory require- 
ment under 35 U.S.C. 116, particularly as most petitions are 
eventually granted or an application can be refiled naming the 
new desired inventive entity. Refiling of the application to 
change the inventorship will not cause the Office, absent more, 
to initiate an investigation as to the correct inventorship or 
cause a rejection under 35 U.S.C. 102(f) or (g) to be made. 
Additionally, it should be noted that the Office views a petition 
under § 1.48 to be a procedural matter and not to represent a 
substantive determination as to the actual inventorship. See 
MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office 
is lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under §§ 1.28 and 1.56). However, the inquiry cannot 
be waived by the Office due to the statutory requirement under 
35 U.S.C. 116. There is no other reasonable course of action 
than to accept as an explanation for the execution of a § 1.63 
oath or declaration setting forth an erroneous inventive entity 
that the inventor did not remember the contribution of the 
omitted inventor at the time the oath or declaration was executed 
(absent subpoena power and inter parties hearings), and there- 
fore further inquiries into the matter other than a statement of 
lack of deceptive intent are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the 
submission of a verified statement of facts to only the parties 
being added or deleted as inventors, agreement of the original 
named inventors should also be obtained as is currently done 
when verified statements of facts from all the original named 
inventors are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the 
new inventorship will be obtained through the retained require- 
ment that the actual inventive entity complete a new oath or 
declaration under § 1.63, which must set forth the new inventive 
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entity. Additionally, through the rule changes to this section 
and §§ 1.28 and 1.175 the Office is decreasing its investigation 
of claims relating to a lack of deceptive intent. The remaining 
purpose of these rules is to force the applicant(s) to merely 
make an assertion as to a lack of deceptive intent thereby 
permitting subsequent reviewers (tribunals or otherwise) to 
determine, in light of all the available facts, whether the appli- 
cant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to 
indicate the availability of §§ 1.42, 1.43 or 1.47 in meeting 
the requirement for an executed oath or declaration under § 
1.63 from each actual inventor. Section 1.47 is only applicable 
to the person to be added as an inventor (inventors named in 
an application transmittal letter can be deleted without petition). 
For those persons already having submitted an executed oath 
or declaration under § 1.63, apetition under § 1.183, requesting 
waiver of reexecution of an oath or declaration, may be an 
appropriate remedy. The requirement for an oath or declaration 
is maintained in § 1.48(a) notwithstanding its replacement in 
§ 1.324 for issued patents by a statement of agreement or lack 
of disagreement with the requested change in view of the need 
to satisfy the duty of disclosure requirement in a pending appli- 
cation that is set forth in a § 1.63 oath or declaration. 


Section 1.48(a)(4) is amended to include a citation to § 3.73(b) 
to clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 
3.73(b),and to delete the reference to an application involved 
in an interference, which is being moved to § 1.48(a). Section 
1.48(a)(4) is also amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of 
the original named inventors at the time the petition is filed 
and not any party that would become an assignee based on the 
grant of the inventorship correction. 


Section 1.48(b) is also amended to remove the requirement 
that a petition thereunder be diligently filed. The applicability 
- of a rejection under 35 U.S.C. 102(f) or (g) against an applica- 
tion with the wrong inventorship set forth therein and any patent 
that would issue thereon is sufficient motivation for prompt 
correction of the inventorship without the need for a separate 
requirement for diligence. 


Section 1.48(b) is amended to have a clarifying reference to 
§ 1.634 added for instances when inventorship correction is 
necessary during an interference. 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction 
under § 1.48(b) where an incorrect inventorship was named 
on filing that was subsequently corrected under § 1.48(a) and, 
subsequent to the correction prosecution of the application, 
required additional correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional applica- 
tion” for clarification purposes. Additionally, the term “origi- 
nally” in the first sentence of paragraph (b) has been replaced 
with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no 
longer needs to meet the current requirements of § 1.48(a), 
which are also changed. A statement from each inventor being 
added that the inventorship amendment is necessitated by 
amendment of the claims and that the error occurred without 
deceptive intent is required under § 1.48(c)(1) rather than the 
previous requirement of a statement from each original named 
inventor. The previous requirements under § 1.48(a) for an 
oath or declaration, the written consent of an assignee and 
the written consent of any assignee are retained, but are now 
separately set forth in §§ 1.48 paragraphs (c)(2) through (c)(4). 
The particular circumstances of a petition under this paragraph, 
adding an inventor due to an amendment of the claims that 
incorporates material attributable to the inventor to be added, 
is seen to be indicative of a lack of deceptive intent in the 
original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
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deceptive intent. The previous requirement for diligence in 
filing the petition based on an amendment to the claims is not 
retained as applicants have the right, prior to final rejection or 
allowance, to determine when particular subject matter is to 
be claimed. Applicants should note that any petition under § 
1.48 submitted after allowance is subject to the requirements 
of § 1.312, and a petition submitted after final rejection is not 
entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of §§ 
1.42, 1.43 and 1.47 in meeting the requirement for an executed 
oath or declaration under § 1.63. Section 1.47 is only applicable 
to the person to be added as an inventor. For those persons 
already having an executed oath or declaration under § 1.63, 
a petition under § 1.183, requesting waiver of reexecution of 
an oath or declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee 
required to submit its written consent is only the existing 
assignee of the original named inventors at the time the petition 
is filed and not any party that would become an assignee based 
on the grant of the inventorship correction. A citation to § 
3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omitted” 
to replace “actual” to require statements from the inventors to 
be added rather than from all the actual inventors so as to 
comply with 35 U.S.C.116. 


Section 1.48(d)(1) is also clarified to specify that the error to 
be addressed is the inventorship error. It is not expected that 
the party filing a provisional application will normally need to 
correct an error in inventorship under this paragraph by adding 
an inventor therein except when necessary under § 1.78 to 
establish an overlap of inventorship with a continuing applica- 
tion. 


Section 1.48(d)(1) is also amended to remove the requirement 
that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 1.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error” being corrected 
“occurred without deceptive intention,” requiring only a state- 
ment that the inventorship error occurred without deceptive 
intent. Paragraph (e)(1) is also amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. It is not expected that the 
party filing a provisional application would need to file a peti- 
tion under this paragraph since the application will go aban- 
doned by operation of law (35 U.S.C. 111(b)(5)), and the need 
to delete an inventor will not affect the overlap of inventorship 
needed to claim priority under § 1.78(a)(3) for any subsequently 
filed nonprovisional application. 


Section 1.48(e)(3) is amended to clarify that the assignee 
required to submit its written consent is only the prior existing 
assignee before correction of the inventorship is granted and 
not any party that would become an assignee based on the 
grant of the inventorship correction. A reference to § 3.73(b) 
is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) ina 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition 
for such correction and will be used to further process the 
application notwithstanding any inventorship or other identifi- 
cation name earlier presented. 


Section 1.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appro- 
priate under the particular circumstances surrounding a correc- 
tion of the inventorship. 


Section 1.51: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and 
§ 1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering 
the use of an authorization to charge a deposit account is 
removed as unnecessary in view of § 1.25(b). 
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No comments were received regarding the proposed change to 
§ 1.51. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended 
to remove the requirement that the translation be verified in 
accordance with the change to §§ 1.4(d)(2) and 10.18. Section 
1.52, paragraph (c), is amended to remove the reference to §§ 
1.123 through 1.125 to: (1) reflect a transfer of material from 
§§ 1.123 and 1.124 to § 1.121; (2) further clarify that § 1.125 
is not a vehicle amendment of an application; and (3) to clarify 
that alterations to application papers may be made on, as well 
as before, the signing of the oath or declaration. Section 1.52, 
paragraphs (a) and (d), are also amended to clarify the need 
for a statement that the translation being offered is an accurate 
translation, as in § 1.69(b). 


Comment 14: Two comments were received asking whether 
the attorney can sign the statement that the translation is accu- 
rate, and how much firsthand knowledge does a practitioner 
need to know that the translation is accurate. 


Response: The Office will accept a statement that the translation 
is accurate from any party. However, any party signing such 
statement must keep in mind the averments that are made under 
§§ 1.4(d) and 10.18. The actual firsthand knowledge needed 
by a practitioner is that amount of knowledge to comply with 
the averments in §§ 1.4(d) and 10.18. 


Comment 15: A comment questioned whether there is any 
difference between the previous language of “verified transla- 
tion” and the present language of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is 
now unnecessary due to the amendments to §§ 1.4(d) and 10.18. 
Thus, § 1.52(d) is amended to include the more direct term 
“accurate.” 


Section 1.53: Section 1.53 is amended to include headings for 
each paragraph for purposes of clarity. 


Section 1.53(a) is amended to state that “[a]ny papers received 
in the Patent and Trademark Office which purport to be an 
application for a patent will be assigned an application number 
for identification purposes.” That is, the Office will refer to 
papers purporting to be an application for a patent as an “appli- 
cation” and assign such “application” an application number 
for identification purposes. This reference, however, does not 
imply that such papers meet the requirements in § 1.53(b) to 
be accorded a filing date or constitute an “application” within 
the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date 
of an application for patent filed under § 1.53(b) is the date 
on which a specification as prescribed by 35 U.S.C. 112 con- 
taining a description pursuant to § 1.71 and at least one claim 
pursuant to § 1.75, and any drawing required by § 1.81(a) are 
filed in the Office; (2) no new matter may be introduced into an 
application after its filing date; (3) a continuation or divisional 
application filed by all or by fewer than all of the inventors 
named in a prior nonprovisional application may be filed under 
§ 1.53(b) or (d); and (4) a continuation or divisional application 
naming an inventor not named in the prior nonprovisional 
application or a continuation-in-part application must be filed 
under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applica- 
tions (formerly provided for in § 1.53(b)(2)). Section 1.53(c) 
includes the language of former § 1.53(b)(2), with certain 
changes for purposes of clarity. Section 1.53(c)(i), for example, 
includes language requiring either the provisional application 
cover sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. The cover letter 
may be an application transmittal letter or some other paper 
identifying the accompanying papers as a provisional applica- 
tion. 


Section 1.53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prose- 
cution application under § 1.53(d), subject to the conditions 
specified in paragraph (d)(1)(i) and (d)(1)(ii). That is, an appli- 
cation under § 1.53(d) cannot be a continuation-in-part applica- 
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tion, and the prior application cannot be a provisional 
application. 


Section 1.53(d)(1)(i) specifies that the prior application be 
either: (1) complete as defined by § 1.51(b) and filed on or 
after June 8, 1995; or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371 and filed on or 
after June 8, 1995. The phrase “prior” application in § 1.53(d)(1) 
means the application immediately prior to the continued prose- 
cution application under § 1.53(d), in that a continued prose- 
cution application under § 1.53(d) may claim the benefit under 
35 U.S.C. 120, 121, or 365(c) of applications filed prior to 
June 8, 1995 so long as the application that is immediately 
prior to the continued prosecution application under § 1.53(d) 
was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 
1.53(d) be filed before the earliest of: (1) payment of the issue 
fee on the prior application, unless a petition under § 1.313(b)(5) 
is granted in the prior application; (2) abandonment of the prior 
application; or (3) termination of proceedings on the prior 
application. 


Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a 
separate paper for an application under § 1.53(d) is filed. That is, 
a request for an application under § 1.53(d) cannot be submitted 
within papers filed for another purpose (e.g., the filing of a 
“conditional” request for a continued prosecution application 
within an amendment after final for the prior application is an 
improper request for a continued prosecution application under 
§ 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request 
for a continued prosecution application submitted (as a separate 
paper) with an amendment after final in an application will be 
treated as an unconditional request for a continued prosecution 
application of such application. This will result (by operation 
of § 1.53(d)(2)(v)) in the abandonment of such (prior) applica- 
tion, and (if so instructed in the request for a continued prose- 
cution application) the amendment after final in the prior 
application will be treated as a preliminary amendment in the 
continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed 
under § 1.53(d): (1) must identify the prior application (§ 
1.53(d)(i)); (2) discloses and claims only subject matter dis- 
closed in the prior application (i.e., is a continuation or divi- 
sional, but not a continuation-in-part) (§ 1.53(d)(1)(ii)); (3) 
names as inventors the same inventors named in the prior 
application on the date the application under § 1.53(d) was 
filed, except as provided in § 1.53(d)(4) (§ 1.53(d)(2)(iii)); (4) 
includes the request for an application under § 1.53(d), will 
utilize the file jacket and contents of the prior application, 
including the specification, drawings and oath or declaration, 
from the prior application to constitute the new application, 
and will be assigned the application number of the prior applica- 
tion for identification purposes (§ 1.53(d)(2)(iv)); and (5) is a 
request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic 
filing fee as set forth in § 1.16; and (2) any additional § 1.16 
fee due based on the number of claims remaining in the applica- 
tion after entry of any amendment accompanying the request 
for an application under § 1.53(d) and entry of any amendments 
under § 1.116 not entered in the prior application which appli- 
cant has requested to be entered in the continued prosecution 
application. See 35 U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in 
the prior application, provided that the request for an application 
under § 1.53(d) when filed is accompanied by a statement 
requesting deletion of the name or names of the person or 
persons who are not inventors of the invention being claimed 
in the new application, and that no person may be named as 
an inventor in an application filed under § 1.53(d) who was 
not named as an inventor in the prior application on the date 
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the application under § 1.53(d) was filed, except by way of a 
petition under § 1.48. Thus, an application under § 1.53(d) 
must name as inventors either the same as (§ 1.53(d)(2)(iii)) 
or fewer than all of (§ 1.53(d)(4)) the inventors named in the 
prior application. A request for an application under § 1.53(d) 
purporting to name as an inventor a person not named as an 
inventor in the prior application (even if accompanied by a 
new oath or declaration under § 1.63 listing that person as an 
inventor) will be treated as naming the same inventors named 
in the prior application (§ 1.53(d)(2)(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; 
(2) no amendment in an application under § 1.53(d) (a continued 
prosecution application) may introduce new matter or matter 
that would have been new matter in the prior application; and 
(3) any new specification filed with the request for an applica- 
tion under § 1.53(d) will not be considered part of the original 
application papers, but will be treated as a substitute specifica- 
tion in accordance with § 1.125. Pursuant to the provisions of 
§ 1.53(d)(5), where applicant desires entry of an amendment 
in the application under § 1.53(d) that was previously denied 
entry under § 1.116 in the prior application, the applicant must 
request its entry (and pay any additional claims fee required 
by § 1.53(d)(3)(ii)) in the application under § 1.53(d) prior to 
action by the Office in the application under § 1.53(d). Any 
amendment submitted with the request for an application under 
§ 1.53(d) that seeks to add matter that would have been new 
matter in the prior application will be objected to under § 
1.53(d), and the applicant will be required to cancel the subject 
matter that would have been new matter in the prior application. 


Section 1.53(d)(6) provides that the filing of a continued prose- 
cution application under § 1.53(d) will be construed to include 
a waiver of confidentiality by the applicant under 35 U.S.C. 
122 to the extent that any member of the public who is entitled 
under the provisions of § 1.14 to access to, copies of, or informa- 
tion concerning either the prior application or any continuing 
application filed under the provisions of this paragraph may 
be given similar access to, copies of, or similar information 
concerning, the other application(s) in the application file. 


Section 1.53(d)(7) provides that a request for an application 
under § 1.53(d) is a specific reference under 35 U.S.C. 120 to 
every application assigned the application number identified in 
such request, and that no amendment in a continued prosecution 
application under § 1.53(d) shall delete this specific reference 
to any prior application. That is, other than the identification 
of the prior application in the request required by § 1.53(d) 
for a continued prosecution application, a continued prosecution 
application needs no further identification of or reference to 
the prior application (or any prior application assigned the 
application number of such application under § 1.53(d)) under 
35 U.S.C. 120 and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged 
to furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the 
best of his or her ability: (1) title of invention; (2) name of 
applicant(s); and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under 
§ 1.53(d) filed by facsimile transmission should be clearly 
marked “Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited 
under § 1.53 paragraphs (b), (c), or (d) does not meet the 
respective requirements in § 1.53 paragraphs (b), (c), or (d) to 
be entitled to a filing date, applicant will be so notified, if a 
correspondence address has been provided, and given a time 
period within which to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of 
a notification pursuant to § 1.53(e)(1), or a notification that 
the original application papers lack a portion of the specification 
or drawing(s), must be by way of a petition pursuant to § 
1.53(e); (2) any petition under § 1.53(e) must be accompanied 
by the fee set forth in § 1.17(i) in an application filed under 
§ 1.53 paragraphs (b) or (d), and the fee set forth in § 1.17(q) 
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in an application filed under § 1.53(c); and (3) in the absence 
of a timely (§ 1.181(f)) petition pursuant to this paragraph, the 
filing date of an application in which the applicant was notified 
of a filing error pursuant to paragraph (e)(1) of this section 
will be the date the filing error is corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of 
a filing error pursuant to § 1.53(e)(1), but fails to correct the 
filing error within the given time period or otherwise timely 
(§ 1.181(f)) take action pursuant to § 1.53(e)(2), proceedings 
in the application will be considered terminated, and that where 
proceedings in an application are terminated pursuant to § 
1.53(e)(3), the application may be disposed of, and any filing 
fees, less the handling fee set forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former 
§ 1.53(d)(1) and to provide that the oath or declaration required 
for a continuation or divisional application under § 1.53(b) 
may be a copy of the executed oath or declaration filed in the 
prior application (under § 1.63(d)). 


Section 1.53 paragraphs (g), (h), (i), and (j) are added and 
include the language of former § 1.53 paragraphs (d)(2), (e)(1), 
(e)(2), and (f), respectively. 


Comment 16: The majority of the comments supported the 
deletion of §§ 1.60 and 1.62 in favor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting §§ 1.60 and 1.62 in favor of 
an amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt 
a continued prosecution procedure for applications filed on or 
after June 8, 1995 similar to the practice set forth in § 1.129(a), 
rather than the continued prosecution application practice set 
forth in § 1.53(d). 


Response: Section 532(a)(2)(A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). 
There is currently no statutory authority for the Office to simply 
charge the patent fees set forth in 35 U.S.C. 41(a) for further 
examination of an application. 35 U.S.C. 41(d) would authorize 
the Office to further examine an application for a fee that 
recovers the estimated average cost to the Office of such further 
examination; however, as 35 U.S.C. 41(h) is applicable only 
to fees under 35 U.S.C. 41(a) and (b), the Office would not 
be authorized to provide a small entity reduction in regard to 
such fee. Thus, the only mechanism by which the Office may 
provide further examination for a fee to which the small entity 
reduction is applicable is via a continuing application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996), would 
have provided statutory authority for the further reexamination 
of an application for a fee to which the small entity reduction 
was applicable. Section 209 of H.R. 400, 105th Cong., Ist Sess. 
(1997), ifenacted, will provide statutory authority for the further 
reexamination of an application for a fee to which the small 
entity reduction will be applicable. 


Comment 18: One comment stated that the combination of §§ 
1.53, 1.60, and 1.62 into a single § 1.53 was complex and 
confusing. Another comment suggested that § 1.53 be split into 
a number of sections, or that headings be used in § 1.53 in the 
manner that headings are used in §§ 1.84 and 1.96. 


Response: Placing the provisions of § 1.53 into multiple sec- 
tions, rather than multiple paragraphs of a single section, would 
not result in a simplification of its provisions. The Office con- 
siders it appropriate to place the filing provisions concerning 
all applications (nonprovisional, provisional, and continued 
prosecution) into a single section to reduce the confusion as 
to the filing requirements for any application for patent. Section 
1.53 as adopted includes headings in each paragraph of § 1.53 to 
indicate the subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to 
require applicants to indicate changes to the disclosure in a 
continuation or divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate 
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changes to the disclosure in any continuing application. Thus, 
adopting a change to impose this additional burden on an appli- 
cant is not considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor 
in a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The com- 
ment questioned whether the time period in § 1.53(e)(1) 
addresses this issue. 


Response: Unless a statement requesting the deletion of the 
names of the person or persons who are not inventors in the 
continuation or divisional application accompanies the copy of 
the executed oath or declaration submitted in accordance with 
§ 1.63(d) in an application filed pursuant to § 1.53(b), or 
accompanies the request for an application under § 1.53(d) in 
an application filed pursuant to § 1.53(d), the inventorship of 
the continuation or divisional application filed under § 1.53(b) 
using a copy of the oath or declaration of the prior application 
pursuant to § 1.63(d) or filed under § 1.53(d) will be considered 
identical to that in the prior application, and correction of 
the inventorship (if appropriate) must be by way of § 1.48. 
Identification of the inventorship is necessary to the examina- 
tion of an application (e.g., 35 U.S.C. 102(f) and (g)). As such, 
the Office must require identification of the inventorship prior 
to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers 
filed as an application under § 1.53(b), (c), or (d) do not meet 
the respective requirements of § 1.53(b), (c), or (d) to be entitled 
to a filing date. Submitting an oath or declaration is not a filing 
date issue, and naming the inventors is no longer a filing date 
issue. Thus, the provisions of § 1.53(e) do not apply to the 
filing of a statement requesting deletion of an inventor in a 
continuation or divisional application. 


Comment 21: One comment questioned whether § 1.53(d) 
applies only to applications filed on or after June 8, 1995, and 
questioned whether § 1.53(d) should be made applicable to 
pending applications filed prior to June 8, 1995. The comment 
also questioned the relationship between § 1.129(a) and § 
1.53(d). 


Response: Section § 1.53(d), by its terms, permits the filing of 
a continuation or divisional thereunder of only a nonprovisional 
application that, inter alia, is either: (1) complete as defined 
by § 1.51(b) and filed on or after June 8, 1995 or; (2) resulted 
from entry into the national stage of an international application 
in compliance with 35 U.S.C. 371 filed on or after June 8, 
1995. While § 1.53(d) and § 1.129(a) both provide for the 
continued prosecution of an application, these sections are dis- 
tinct in that they apply to a virtually mutually exclusive class 
of applications and have separate requirements (e.g., a request 
for a § 1.53(d) application may be filed subsequent to the filing 
of an appeal brief, so long as the request is filed before the 
earliest of: (1) payment of the issue fee on the prior application, 
unless a petition under § 1.313(b)(5) is granted in the prior 
application; (2) abandonment of the prior application; or (3) 
termination of proceedings on the prior application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by 
fewer than all of the inventors, without cross-reference to the 
other copies to facilitate contemporaneous executions by geo- 
graphically separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute 
separate oaths (or declarations), so long as each oath (or declara- 
tion) sets forth all of the inventors (the necessary cross-refer- 
ence). That is, § 1.63(a)(3) prohibits the execution of separate 
oaths (or declarations) in which each oath (or declaration) sets 
forth only the name of the executing inventor. An amendment 
to the rules of practice to permit an inventor to execute an oath 
or declaration that does not set forth each inventor would not 
only lead to confusion as to the inventorship of an application, 
but would be inconsistent with the requirement in 35 U.S.C. 
115 that the applicant make an oath (or declaration) that the 
applicant believes himself (or herself) to be the original and 
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first inventor of the subject matter for which a patent is sought, 
as the oaths or declarations would conflict as to the inventorship 
of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution appli- 
cation will be confusing as the continued prosecution applica- 
tion will have the same application number as the prior 
application. One comment indicated that this will cause confu- 
sion: (1) as to which application is being referenced in a 35 
U.S.C. 120 statement in the divisional application when a divi- 
sional application under § 1.53(b) and a continued prosecution 
application filed under § 1.53(d) are filed from the same prior 
application; and (2) in docketing applications as most commer- 
cially available software identify applications by application 
number. Another comment questioned what sentence was 
required pursuant to § 1.78(a)(2) in a continued prosecution 
application. 


Response: 35 U.S.C. 120 provides that an application may 
obtain the benefit of the filing date of an earlier filed application 
if, inter alia, the application “contains or is amended to contain 
a specific reference to the earlier filed application.” Section 
1.78(a) requires that this specific reference be in the first sen- 
tence of the specification and identify each earlier filed applica- 
tion by application number or international application number 
and international filing date and relationship of the applications. 
Thus, while a “specific reference to the earlier filed application” 
is a requirement of statute (35 U.S.C. 120), the particulars of 
this specific reference (by application number, filing date, and 
relationship) is a requirement of regulation (§ 1.78(a)), not the 
patent statute. 


The purpose of the “specific reference” requirement of 35 
U.S.C. 120 is to provide notice to the public of the filing date 
upon which a patentee may rely to support the validity of the 
patent: 


[35 U.S.C. 120] embodies an important public policy. The 
information required to be disclosed is information that would 
enable a person searching the records of the Patent Office to 
determine with a minimum of effort the exact filing date upon 
which a patent applicant is relying to support the validity of 
his application or the validity of a patent issued on the basis 
of one of a series of applications. In cases such as this, in 
which two or more applications have been filed and the validity 
of a patent rests upon the filing date of an application other 
than that upon which the patent was issued, a person, even if 
he had conducted a search of the Patent Office records, could 
unwittingly subject himself to exactly this type of infringement 
suit unless the later application adequately put him on notice 
that the applicant was relying upon a filing date different from 
that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 
417, 419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. 
v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th 
Cir. 1968) (“Congress may well have thought that [35 U.S.C.] 
120 was necessary to eliminate the burden on the public to 
engage in long and expensive search of previous applications 
in order to determine the filing date of a later patent . . . . The 
inventor is the person best suited to understand the relation of 
his applications, and it is no hardship to require him to disclose 
this information”’). 


To reduce the delay in processing a continued prosecution 
application, the Office will maintain in its records (e.g., in the 
Patent Application Locating and Monitoring (PALM) records 
for an application) for identification purposes the application 
number and filing date of the prior application. Thus, in a 
continued prosecution application, the application number of 
the continued prosecution application will be the application 
number of the prior application, and the filing date indicated 
on any patent issuing from a continued prosecution application 
will be the filing date of the prior application (or, in a chain 
of continued prosecution applications, the filing date of the 
application immediately preceding the first continued prose- 
cution application in the chain). In addition, as a continued 
prosecution application will use the file wrapper of the prior 
application, the prior application will be available upon inspec- 
tion of the continued prosecution application. 
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Unless excepted from § 1.78(a)(2), the first sentence of a con- 
tinued prosecution application would consist of a reference to 
that application as a continuation or divisional of an application 
having the identical application number and the effective filing 
date of (the filing date to be printed on any patent issuing from) 
the continued prosecution application. Such a sentence would 
provide no useful information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for 
an application under § 1.53(d) is a specific reference under 35 
U.S.C. 120 to every application assigned the application number 
identified in such request, and § 1.78(a)(2) as adopted provides 
that the request for a continued prosecution application under 
§ 1.53(d) is the specific reference under 35 U.S.C. 120 to the 
prior application. That is, the continued prosecution application 
includes the request for an application under § 1.53(d) (§ 
1.53(d)(2)(iv)), and the recitation of the application number of 
the prior application in such request (as required by § 1.53(d)) 
is the “specific reference to the earlier filed application” 
required by 35 U.S.C. 120. No further amendment to the specifi- 
cation is required by 35 U.S.C. 120 or § 1.78(a) for a continued 
prosecution application for such continued prosecution applica- 
tion to contain the required specific reference to the prior appli- 
cation, as well as any other application assigned the application 
number of the prior application (e.g., in instances in which a 
continued prosecution application is the last in a chain of con- 
tinued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of 
a chain of applications, the application must make a reference 
to the first (earliest) application and every intermediate applica- 
tion. See Sampson, 463 F.2d at 1044-45, 174 USPQ at 418- 
19; Sticker Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 
179; Hovlid v. Asari, 305 F.2d 747, 751, 134 USPQ162, 165 
(9th Cir. 1962); see also MPEP 201.11. In addition, every 
intermediate application must also make a reference to the 
first (earliest) application and every application after the first 
application and before such intermediate application. 


In the situation in which there is a chain of continued prose- 
cution applications, each continued prosecution application in 
the chain will, by operation of § 1.53(d)(7), contain the required 
specific reference to its immediate prior application, as well 
as every other application assigned the application number 
identified in such request. Put simply, a specific reference to 
a continued prosecution application by application number and 
filing date will constitute a specific reference to: (1) the non- 
continued prosecution application originally assigned such 
application number (the prior application as to the first con- 
tinued prosecution application in the chain); and (2) every 
continued prosecution application assigned the application 
number of such non-continued prosecution application. 


Where the non-continued prosecution application originally 
assigned such application number itself claims the benefit of 
a prior application or applications under 35 U.S.C. 120, 121, 
or 365(c), § 1.78(a)(2) continues to require that such application 
contain in its first sentence a reference to any such prior applica- 
tion(s). As a continued prosecution application uses the specifi- 
cation of the prior application, such a specific reference in the 
prior application (as to the continued prosecution application) 
will constitute such a specific reference in the continued prose- 
cution application, as well as every continued prosecution appli- 
cation in the event that there is a chain of continued prosecution 
applications. 


Where an applicant in an application filed under § 1.53(b) 
seeks to claim the benefit of an application filed under § 1.53(d) 
under 35 U.S.C. 120 or 121 (as a continuation, divisional, or 
continuation-in-part), § 1.78(a)(2) requires a reference to the 
continued prosecution application by application number in the 
first sentence of such application. Section 1.78(a)(2) has been 
amended to also provide that “[t]he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” Thus, where a referenced 
continued prosecution application is in a chain of continued 
prosecution applications, this reference will constitute a refer- 
ence under 35 U.S.C. 120 and § 1.78(a)(2) to every continued 
prosecution application in the chain as well as the non-continued 
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prosecution application originally assigned such application 
number. 


Therefore, regardless of whether an application is filed under 
§ 1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit 
of a continued prosecution application is, by operation of § 
1.53(d)(7) and § 1.78(a)(2), a claim to every application 
assigned the application number of such continued prosecution 
application. In addition, applicants will not be permitted to 
choose to delete such a claim as to certain applications assigned 
that application number (e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution applica- 
tion and its prior application (which may also be a continued 
prosecution application) will necessitate docketing modifica- 
tions (as well as the Office’s PALM system), the burden of 
such modifications is outweighed by the benefits that will result 
from the elimination of the initial processing of such applica- 
tions. 


Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status 
of the prior application. 


Response: Under 35 U.S.C. 120, the status of an application 
is one of three conditions: (1) pending; (2) patented; or (3) 
abandoned. See In re Morganroth, 6 USPQ2d 1802, 1803 
(Comm’r Pat. 1988). As the filing of a continued prosecution 
application under § 1.53(d) operates to expressly abandon the 
prior application under § 1.53(d)(2)(v), the status of the prior 
application is appropriately designated as “abandoned.” 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicable 
in instances in which the prior application was filed prior to 
June 8, 1995, to expedite the prosecution of such applications. 


Response: Permitting the continued prosecution application 
practice to be applicable in instances in which the prior applica- 
tion was filed prior to June 8, 1995, would result in confusion 
as to whether the patent issuing from the continued prosecution 
application is entitled to the provisions of 35 U.S.C. 154(c). 
As the continued prosecution application practice was not in 
effect prior to June 8, 1995, no patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 


As discussed supra, the application number of a continued 
prosecution application will be the application number of the 
prior application, and the filing date indicated on any patent 
issuing from a continued prosecution application will be the 
filing date of the prior application (or, in a chain of continued 
prosecution applications, the filing date of the application 
immediately preceding the first continued prosecution applica- 
tion in the chain). Thus, any patent issuing from a continued 
prosecution application, where the prior application was filed 
prior to June 8, 1995, will indicate that the filing date of the 
application for that patent was prior to June 8, 1995, which 
will confuse the public (and possible the patentee) into believing 
that such patent is entitled to the provisions of 35 U.S.C. 154(c). 


The Office has implemented § 532(a)(2)(A) of Pub. L. 103- 
465 in § 1.129(a) to conclude the examination of applications 
pending at least two years as of June 8, 1995, taking into 
account any reference made in such application to any earlier 
filed application under 35 U.S.C. 120,121, and 365(c). Further 
examination of any application may be obtained via the filing of 
a continuing application under § 1.53(b). Requiring applications 
filed prior to June 8, 1995, that are not eligible for the transi- 
tional procedure set forth in § 1.129(a) to obtain further exami- 
nation via the filing of a continuing application under § 1.53(b) 
is a reasonable requirement to avoid confusion as to whether 
a patent issuing from a continued prosecution (§ 1.53(d)) appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the 
prior application was one filed under § 1.62, there is no copy 
in that complete application of the (oath or) declaration filed 
in the application under § 1.62. 
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Response: The phrase “most immediate prior national applica- 
tion for which priority is claimed under 35 U.S.C. 120, 121 or 
365(c)” is changed to “prior application.” An application under 
§§ 1.53(d), 1.60, or 1.62 must ultimately be a continuing appli- 
cation of an application filed under § 1.53(b). Where the prior 
application is an application under § 1.60, the oath or declaration 
is the copy of the oath or declaration from the prior application 
vis-a-vis the application under § 1.60 submitted in accordance 
with § 1.60(b)(2). Where the prior application is an application 
under §§ 1.62 or 1.53(d), the oath or declaration is the oath or 
declaration from the prior application vis-d-vis the application 
under §§ 1.62 or 1.53(d). Where there is a chain of applications 
under §§ 1.62 or 1.53(d) preceding the prior application to an 
application under § 1.53(d), the oath or declaration of the prior 
application will be the oath or declaration of the application 
under §§ 1.53 or 1.60 immediately preceding the chain of 
applications under §§ 1.62 or 1.53(d), as each application in 
the chain of applications under §§ 1.62 or 1.53(d) utilizes the 
oath or declaration of the prior application. 


Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, 
rather than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result 
in the examiner acting on the application in a more timely 
manner than if the application were accounted for as a new 
application. The matter is under consideration along with other 
administrative issues, and a decision shall be made in due 
course. 


Comment 28: One comment suggested that § 1.129(a) be 
amended so as not to be limited to applications under final 
rejection, such that an applicant in an application in which a 
notice of allowance under § 1.311 has been mailed may obtain 
entry of an information disclosure statement without regard to 
the requirements of § 1.97(d). 


Response: The Notice of Proposed Rulemaking did not propose 
to amend § 1.129(a). While the language of § 532(a)(2)(A) 
of Pub. L. 103-465 does not expressly exclude the further 
examination of an application that has been allowed (as opposed 
to an application under a final rejection), § 102(d) of Pub. L. 
103-465 provides that “[t]he statement of administrative action 
approved by the Congress under section 101(a) shall be 
regarded as an authoritative expression by the United States 
concerning the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The statement of administrative action specifies 
that such further examination is to facilitate the completion of 
prosecution of applications pending before the Office, and to 
permit applicants to present a submission after the Office has 
issued a final rejection on an application. See H.R. Rep. 826(1), 
103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 
U.S.C.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prose- 
cution of an application before the Office is concluded. The 
proposed amendment to obtain further examination pursuant 
to § 1.129(a) after allowance would nullify (rather than facili- 
tate) the completion of prosecution of the above-identified 
application, and, as such, would be inconsistent with the pur- 
pose for the provisions of § 532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay 
than the filing of a continuing application under § 1.53(b), as 
a continued prosecution application would be subject to pre- 
examination processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 
1.54(b). By nou issuing a filing receipt for a continued prose- 
cution application, the Office will be able to perform the pre- 
examination of any continued prosecution application in the 
examining group to which the prior application was assigned. 
Likewise, § 1.6(d) has been amended to permit an applicant 
to file a continued prosecution application under § 1.53(d) by 
facsimile, and the use of this means of filing a continued 
prosecution application will avoid the delay inherent in routing 
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an application (or any paper) from the mailroom to the appro- 
priate examining group. These provisions will enable the Office 
to process a continued prosecution application in the manner 


Comment 30: One comment questioned whether the filing date 
of a continued prosecution application is the filing date for 
determining patent term, or is significant only in establishing 
copendency. Another comment questioned what filing date was 
relevant for determining patent term. 


Response: Notwithstanding that a continued prosecution appli- 
cation is assigned the application number of the prior applica- 
tion, the filing date of the continued prosecution application is 
the date on which the request for such continued prosecution 
application was filed (§ 1.53(d)). While the filing date of the 
continued prosecution application is relevant to establishing 
the copendency required by 35 U.S.C. 120 and § 1.78(a) 
between the continuedprosecution application and the prior 
application, the filing date of a continued prosecution applica- 
tion will never be relevant to the term under 35 U.S.C. 154(b) of 
any patent issuing from the continued prosecution application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph shall delete 
this specific reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to 
delete the specific reference to the prior application, as well 
as the specific reference to any application to which the prior 
application contains a specific reference under 35 U.S.C. 120, 
121, and 365(c). As an application under § 1.53(d) will also 
contain a specific reference to at least one other application 
under 35 U.S.C. 120, 121, and 365(c), the expiration date under 
35 U.S.C. 154(b)(2) of any patent issuing from the application 
under § 1.53(d) will be based upon the filing date of the prior 
application (or the earliest application to which the prior appli- 
cation contains a specific reference under 35 U.S.C. 120, 121, 
and 365(c)). 


Comment 31: One comment argued that the Office should 
address not only the filing requirements for continuing applica- 
tions, but also the cause of the filing of continuing applications. 
The comment specifically argued that the current second action 
final practice should be reevaluated as an applicant no longer 
has an incentive to delay the prosecution of an application due 
to Pub. L. 103-465. 


Response: The suggestion is being taken under advisement as 
part of a comprehensive effort by the Office to reengineer the 
entire patent process. However, it should be noted that any 
changes to the current second action final practice to provide 
additional examination of an application prior to a final Office 
action would necessitate a corresponding increase in patent 
fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than 
add new provisions permitting the use of a copy of the oath 
or declaration of a prior application. The comment also sug- 
gested that the Office simply amend § 1.62 to eliminate the 
requirement that the Office assign a new application number 
to the application, rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make 
minor changes to §§ 1.60 and 1.62. Sections 1.60 and 1.62 are 
anachronisms that have outlived their usefulness. A significant 
number of applications filed under § 1.60 do not meet the 
requirements of § 1.60 (and, as such are improper), but would 
be proper under § 1.53 (in the absence of a reference to § 
1.60). The elimination of § 1.60 will result in a reduction in 
the Office’s burden in treating and the applicant’s burden in 
correcting these improper applications under § 1.60, as such 
applications would generally have been proper applications if 
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filed under § 1.53 (without a reference to § 1.60). Section 
1.63(d) retains most of the benefits of § 1.60, but eliminatesthe 
filing “traps” of § 1.60. 


Section 1.62 practice also causes problems concerning its prohi- 
bition against including a new or substitute specification, and 
its permitting the filing of a continuation-in-part. To avoid 
continued prosecution application practice under § 1.53(d) 
being confused with the former file-wrapper-continuation prac- 
tice under § 1.62, the Office has deemed it advisable to use a new 
§ 1.53(d) rather than § 1.62 in regard to continued prosecution 
application practice. 


Comment 33: One comment stated that the Office should antici- 
pate the filing of applications containing a reference to § 1.60 
or § 1.62 for some period. 


Response: That applications containing a reference to §§ 1.60 
or 1.62 will continue to be filed has been anticipated. The 
treatment of such applications is discussed infra with respect 
to the elimination of §§ 1.60 and 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages 
of specification or sheets of drawings of the prior application 
has not been retained in § 1.53(b). The comment suggested that 
§ 1.53 contain a presumption that a continuation or divisional be 
presumed, absent evidence to the contrary, to be the filing of 
an application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) 
has held that a mere reference to another application, patent, 
or publication is not an incorporation of anything therein into 
the application containing such reference. See In re de Seversky, 
474 F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart 
Industries v. Banner, 636 F.2d 684, 207 USPQ 273 
(CCPA1980) (related decision). These decisions relied upon 
In re Lund, 376 F.2d 982, 153 USPQ625 (CCPA 1967), which 
considered the incorporation by reference issue in the context of 
whether a prior art patent adequately incorporated by reference a 
prior application. The court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature 
of Example 2 is present in the earlier application and should 
be considered a part of the patent specification. Thus, we cannot 
agree that the subject matter of claim 3 is tacitly “described” 
in the Margerison patent within the meaning of § 102(e). 


Id. at 989, 153 USPQ 631-32 (footnote discussing the definition 
of “continuation-in-part” as set forth in MPEP 201.08 omitted). 
While the holdings in Dart Industries, de Seversky and Lund 
appear to be based upon the definitions of the various categories 
of continuing applications set forth in the MPEP (and thus 
could be changed by a revision to the MPEP), the Office is 
not at this time inclined to disturb settled law in this area. 


Nevertheless, an applicant may incorporate by reference the 
prior application by including, in the continuing application- 
as-filed, a statement that such specifically enumerated prior 
application or applications are “hereby incorporated herein by 
reference.” The inclusion of this incorporation by reference of 
the prior application(s) will permit an applicant to amend the 
continuing application to include any subject matter in such 
prior application(s), without the need for a petition. 


Section 1.54: Section 1.54(b) is amended to add the phrase 
“unless the application is an application filed under § 1.53(d).” 
To minimize application processing delays in applications filed 
under § 1.53(d), such applications will not be processed by the 
Office of Initial Patent Examination as new applications. 


No comments were received regarding the proposed change to 
§ 1.54. 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 
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No comments were received regarding the proposed change to 
§ 1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title 
to indicate that expungement of information from an application 
file would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by 
adding paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains 
the general prohibition on the return of information submitted 
in an application, but no longer limits that prohibition to an 
application that has been accorded a filing date under § 1.53. 
The portion of the paragraph relating to the Office furnishing 
copies of application papers has been shifted to new paragraph 
(c). Section 1.59(a)(2) makes explicit that information, forming 
part of the original disclosure (i.e., written specification 
including the claims, drawings, and any preliminary amendment 
specifically incorporated into an executed oath or declaration 
under §§ 1.63 and 1.175) will not be expunged from the applica- 
tion file. 


Section 1.59(b) provides an exception to the general prohibition 
of paragraph (a) on the expungement and return of information 
and would allow for such when it is established to the satisfac- 
tion of the Commissioner that the requested expungement and 
return is appropriate. Section 1.59(b) covers the current practice 
set forth in MPEP 724.05 where information is submitted as 
part of an information disclosure statement and the submitted 
information has initially been identified as trade secret, proprie- 
tary, and/or subject to a protective order and where applicant 
may file a petition for its expungement and return that will be 
granted upon a determination by the examiner that the informa- 
tion is not material to patentability. Any such petition should 
be submitted in reply to an Office action closing prosecution 
so that the examiner can make a determination of materiality 
based on a closed record. Any petition submitted earlier than 
close of prosecution may be dismissed as premature or returned 
unacted upon. In the event pending legislation for pre-grant 
publication of applications, which provides public access to 
the application file, is enacted, then the timing of petition 
submissions under this section will be reconsidered. 


Petitions to expunge were formerly considered under § 1.182, 
with the Office of Petitions consulting with the examiner on 
the materiality of the information at issue prior to rendering a 
decision. A possible result of the amendment to § 1.59 would 
be to have petitions under § 1.59 to expunge simply decided by 
the examiner who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials 
in the Office of Petitions, rather than by examiners. The com- 
ment argued that any individual examiner would decide such 
a petition so rarely that it would be difficult to produce uniform 
and consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 
1.59 decided by the examiners. The heart of most petitions to 
expunge is a determination as to whether the material sought 
to be expunged is material to examination, a matter that is now 
referred to examiners prior to a decision on the petition. Given 
the major role examiners now play in expungement matters, it 
is not clear why examiners would be rendering inconsistent 
decisions, particularly as so many other matters are routinely 
assigned to examiners including petitions under § 1.48. Never- 
theless, the comment is not germane to § 1.59 as proposed (or 
adopted), but concerns the internal Office delegation of such 
petitions for consideration. Moreover, a petition to expunge a 
part of the original disclosure would have to be filed under 
§ 1.183 and would continue to be decided in the Office of 
Petitions. 


Comment 36: A comment in requesting some examples of 
things that may be expunged asked whether a design code 
listing as an appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 
permits information other than what is enumerated in paragraph 
(a) of the section to be expunged if it is established to the 
satisfaction of the Commissioner that the return of the informa- 
tion is appropriate. The types of information and rationales 
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why the information may be returned are varied and will be 
evaluated on a case-by-case basis with the basic inquiry being 
whether the information is material to examination of the appli- 
cation. However, to the extent that an appendix to a specifica- 
tion of an application is considered part of the original 
disclosure it cannot be expunged from the file under § 
1.59(a)(2). 


Section 1.59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can 
effect such return prior to the issuance of any patent on the 
application in issue; (2) it is stated that the information sub- 
mitted was unintentionally submitted and the failure to obtain 
its return would cause irreparable harm to the party who sub- 
mitted the information or to the party in interest on whose 
behalf the information was submitted; (3) the information has 
not otherwise been made public; (4) there is a commitment on 
the part of the petitioner to retain such information for the 
period of any patent with regard to which such information is 
submitted; and (5) it is established to the satisfaction of the 
Commissioner that the information to be returned is not material 
information under § 1.56. A request to return information that 
has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also 
note that unidentified information that is a trade secret, proprie- 
tary, or subject to a protective order that is submitted in an 
Information Disclosure Statement may inadvertently be placed 
in an Office prior art search file by the examiner due to the 
lack of such identification and may not be retrievable. 


Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in 
an incorrect application file. In such a situation, a petition 
should request return of the papers rather than transfer of the 
papers to the correct application file. The grant of such a petition 


will be governed by the factors enumerated above in regard to 
the unintentional submission of information. Where the Office 
can determine the correct application file that the papers were 
actually intended for, based on identifying information in the 
heading of the papers (e.g., Application number, filing date, 
title of invention and inventor(s) name(s)), the Office will 
transfer the papers to the correct application file for which they 
were intended without the need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. 


Section 1.60 is now unnecessary due to the amendment to § 
1.63(d) to expressly permit the filing in a continuation or divi- 
sional application using a copy of the oath or declaration filed 
in the prior application, and to provide (§ 1.63(d)(2)) for the 
filing of a continuation or divisional application by all or by 
fewer than all the inventors named in a prior application. 


See comments relating to § 1.53. 
Section 1.62: Section 1.62 is removed and reserved. 


Section 1.62 is unnecessary due to the addition of § 1.53(d) 
to permit the filing of a continued prosecution application. 


It is anticipated that applications purporting to be applications 
filed under §§ 1.60 or 1.62 will be filed until the deletion of 
§§ 1.60 and 1.62 become well known among patent prac- 
titioners. An application purporting to be an application filed 
under § 1.60 will simply be treated as a new application filed 
under § 1.53 (i.e., the reference to § 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 
will be treated as continued prosecution applications under § 
1.53(d), and those applications that do not meet the require- 
ments of § 1.53(d) (e.g., continuation-in-part applications or 
continuations or divisional of applications filed before June 
8, 1995) will be treated as improper continued prosecution 
applications under § 1.53(d). Such an improper application 
under § 1.53(d) may be accepted and treated as a proper applica- 
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tion under § 1.53(b) by way of petition under § 1.53(e) (and 
submission of the $130 fee pursuant to § 1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 
1.53(b) must include: (1) the $130 petition fee; (2) a true copy 
of the complete application designated as the prior application 
in the purported § 1.62 application papers; (3) any amendments 
entered in the prior application; and (4) any amendments sub- 
mitted but not entered in the prior application and directed to 
be entered in the purported § 1.62 application papers. In an 
application purporting to be a continuation or divisional appli- 
cation under § 1.62, the true copy of the prior application will 
constitute the original disclosure of the application under § 
1.53(b), and any amendments entered in the prior application 
or not entered in the prior application but directed to be entered 
in the purported § 1.62 application papers and submitted with 
the § 1.53(e) petition will be entered in the application under 
§ 1.53(b) and considered by the examiner for new matter under 
35 U.S.C. 112, Gl, and 132. In an application purporting to be 
a continuation-in-part application under § 1.62, the true copy 
of the prior application, any amendments entered in the prior 
application or not entered in the prior application but directed 
to be entered in the purported § 1.62 application papers and 
submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application 
will constitute the original disclosure of the application under 
§ 1.53(b). 


See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have 
the requirement from § 1.41(a) for the full names of the inven- 
tors placed therein. 


Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting 
both far outweighs the infrequent need to contact any particular 
inventor by passing counsel so that the residence alone should 
be sufficient. 


Response: Under the proposed comment the applicants would 
still be required to submit either the residence or post office 
address. To request that they also supply the other or state that 
both are the same is not seen to be a significant burden as the 
information is to be supplied on the oath or declaration form 
that they must sign anyway and spaces can be provided to ensure 
that the information is supplied. While neither the residence nor 
the post office address are statutory requirements, the Office 
requires this information for the applicant’s benefit. As more 
than one person may have the same name, a person’s name is 
often not sufficient to provide a unique identification of the 
inventor. Thus, the Office also requires an inventor’s residence 
(which is not required to be sufficiently detailed to suffice as 
a post office address) to specifically identify the person(s) 
named in the oath or declaration as the inventor(s), which is 
a common practice for legal documents. The post office address 
is also required in the event that the Office finds it necessary 
to directly contact the inventor(s). It is not uncommon for an 
inventor to revoke a power of attorney or authorization of agent 
in a paper providing no address for future correspondence from 
the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney 
or agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language 
in a new § 1.63(e); and (2) provide that a newly executed oath 
or declaration is not required under § 1.51(b)(2) and 1.53(f) 
in a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application containing an oath or declaration as prescribed by 
§ 1.63, provided that a copy of the executed oath or declaration 
filed in the prior application is submitted for the continuation 
or divisional application and the specification and drawings 
filed in the continuation or divisional application contain no 
matter that would have been new matter in the prior application. 
The copy of the oath or declaration must show the signature 
of the inventor(s) or contain an indication thereon that the oath 
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or declaration was signed (e.g., the notation “/s/’ on the line 
provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including 
a copy of the oath or declaration in such prior application, as 
filed; or (2) a new specification and drawings and a copy of 
the oath or declaration as filed in the prior application so long 
as no matter is included in the new specification and drawings 
that would have been new matter in the prior application. The 
specification and drawings of a continuation or divisional appli- 
cation is not limited to a reproduction or “true copy” of the 
prior application, but may be revised for clarity or contextual 
purposes vis-d-vis the prior application in the manner that an 
applicant may file a substitute specification (§ 1.125) or amend 
the drawings of an application so long as it does not result in 
the introduction of new matter. Of course, 35 U.S.C. 115 
requires that a supplemental oath or declaration meeting the 
requirements of § 1.63 be filed in the continuation or divisional 
application, if a claim is allowed in the continuation or divi- 
sional application which is drawn to subject matter originally 
shown or described in the prior application but not substantially 
embraced in the statement of the invention or claims originally 
presented in the prior application as filed. See § 1.67(b). 


The patent statute and rules of practice do not require that an 
oath or declaration include a date of execution, and the Exam- 
ining Corps has been directed not to object to an oath or 
declaration as lacking either a recent date of execution or any 
date of execution. The applicant’s duty of candor and good 
faith including compliance with the duty of disclosure require- 
ments of § 1.56 is continuous and applies to the continuing 
application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistin- 
guishable from a continuation or divisional application con- 
taining a copy of an oath or declaration from a prior application 
submitted pursuant to § 1.63(d). Unless an application is sub- 
mitted with a statement that the application is a continuation 
or divisional application (§ 1.78(a)(2)), the Office will process 
such application as a new non-continuing application. Appli- 
cants are advised to clearly designate any continuation or divi- 
sional application as such to avoid the issuance of a filing receipt 
that does not indicate that the application is a continuation or 
divisional. 


To continue the practice in § 1.60(b)(4) of permitting the filing 
of a continuation or divisional application by all or by fewer 
than all of the inventors named in a prior application without 
a newly executed oath or declaration, new § 1.63(d)(2) provides 
that the copy of the oath or declaration submitted for a continua- 
tion or divisional application under § 1.63(d) must be accompa- 
nied by a statement from applicant, counsel for applicant or 
other authorized party requesting the deletion of the names of 
the person or persons who are not inventors in the continuation 
or divisional application. Where the continuation or divisional 
application and copy of the oath or declaration from the prior 
application is filed without a statement from an authorized 
party requesting deletion of the names of any person or persons 
named in the prior application, the continuation or divisional 
application will be treated as naming as inventors the person 
or persons named in the copy of the executed oath or declaration 
from the prior application. Accordingly, if a petition under § 
1.48(a) or (c) was granted in the prior application, an oath or 
declaration filed in a continuation or divisional application 
pursuant to § 1.63(d) should be the oath or declaration also 
executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5). 


The statement requesting the deletion of the names of the 
person or persons who are not inventors in the continuation or 
divisional application must be signed by person(s) authorized 
pursuant to § 1.33(b) to sign an amendment in the continuation 
or divisional application. 


Section 1.63(d)(3) provides for the situation in which the exe- 
cuted oath or declaration of which a copy is submitted for a 
continuation or divisional application was originally filed in a 
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prior application accorded status under § 1.47. Section 
1.63(d)(3)(i) requires a copy of any decision granting a petition 
to accord § 1.47 status to such application, unless each non- 
signing inventor(s) or legal representative (pursuant to §§ 1.42 
or 1.43) has filed an oath or declaration to join in an application 
of which the continuation or divisional application claims a 
benefit under 35 U.S.C. 120, 121 or 365(c). Where a nonsigning 
inventor or legal representative (pursuant to §§ 1.42 or 1.43) 
subsequently joins in any application of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of any oath 
or declaration filed by an inventor or legal representative to 
subsequently join in such application. 


Section 1.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation 
or divisional application the change of power of attorney (or 
authorization of agent) or correspondence address during the 
prosecution of the prior application. 


A newly executed oath or declaration will continue to be 
required in a continuation or divisional application naming an 
inventor not named in the prior application, or a continuation- 
in-part application, and § 1.63(d)(5) expressly states that a 
newly executed oath or declaration must be filed in a continua- 
tion or divisional application naming an inventor not named 
in the prior application. 


New § 1.63(e) provides that a newly executed oath or declara- 
tion must be filed in a continuation-in-part application, which 
application may name all, more, or fewer than all of the inven- 
tors named in the prior application, and includes the language 
relocated from former § 1.63(d) concerning an oath or declara- 
tion in a continuation-in-part application. 


Comment 38: One comment suggested that the practice of 
permitting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in 
which an applicant believes in error that no new matter has 
been added in the “continuation” application and does not file 
a new declaration. 


Response: The situation outlined in the comment is less of a 
trap for the unwary than the situation in which an applicant 
files a substitute specification and believes in error that no new 
matter has been added, in that the error in the “continuation” 
may be corrected by redesignation of the application as a contin- 
uation-in-part and the filing of a new oath or declaration. Never- 
theless, it remains the applicant’s responsibility to review any 
substitute specification or new specification submitted for a 
continuation application to determine that it contains no new 
matter. See MPEP 608.01(q). An applicant is advised to simply 
file a continuing application with a newly executed oath or 
declaration when it is questionable as to whether the continuing 
application adds material that would have been new matter if 
presented in the prior application. 


Comment 39: One comment suggested that the option of sub- 
mitting “a copy of an unexecuted oath or declaration, and a 
statement that the copy is a true copy of the oath or declaration 
that was subsequently executed and filed to complete . . . the 
most immediate prior national application for which priority 
is claimed under 35 U.S.C. 120, 121 or 365(c)” was strange 
at best as the applicant or representative should have a copy 
of the oath or declaration that was filed to complete the prior 
application or could obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as 
adopted provides that: “[a] newly executed oath or declaration 
is not required under § 1.51(b)(2) and § 1.53(f) in a continuation 
or divisional application filed by all or by fewer than all of 
the inventors named in a prior nonprovisional application con- 
taining an oath or declaration as prescribed by paragraphs (a) 
through (c) of this section, provided that a copy of the executed 
oath or declaration filed in the prior application is submitted 
for the continuation or divisional application.” 
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Comment 40: One comment questioned whether § 1.53 (or § 
1.63) is consistent with § 1.48 as to whether the oath or declara- 
tion filed in a continuing application adding an inventor must 
be executed by all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing applica- 
tion adding an inventor or a continuation-in-part application 
must name and be executed by all of the inventors. Sections 
1.48 and 1.63(e) are consistent in this regard. 


Comment 41: One comment questioned whether, in a continua- 
tion or divisional application following a chain of continuation 
or divisional applications, the copy of the executed oath or 
declaration may be a copy of the oath or declaration filed in 
the immediate prior application (which may itself be a copy 
of an oath or declaration from a prior application), or must be 
a direct copy of the originally executed oath or declaration. 


Response: Section 1.63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath 
or declaration filed in the prior application is itself a copy of 
an oath or declaration from a prior application, either a copy 
of the copy of the oath or declaration in the prior application 
or a direct copy of the original oath or declaration is acceptable, 
as both are a copy of the oath or declaration in the prior 
application. See § 1.4(d)(1)(ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change 
“§ 1.53(d)(1)” to “§ 1.53(f)” for consistency with § 1.53. 


No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. Section 1.69(b) is also 
amended to clarify the need for a statement that the translation 
being offered is an accurate translation, as in § 1.52 paragraphs 
(a) and (d). 


Two comments were received in regard to § 1.69 that also 
raised similar issues in regard to § 1.52, which comments are 
treated with § 1.52. 


Section 1.78: Section 1.78(a)(1) is amended to remove the 
references to §§ 1.60 and 1.62 in view of the deletion of §§ 
1.60 and 1.62, and to include a reference to an “international 
application entitled to a filing date in accordance with PCT 
Article 11 and designating the United States of America.” 
Section 1.78(a)(2) is amended for consistency with the changes 
to § 1.53, and to provide that “[t}he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” 


No comments were received regarding the proposed change to 
§ 1.78. 


Section 1.84: Section 1.84(b) is amended by removing refer- 
ences to the filing of black and white photographs in design 
applications as unnecessary in view of the reference in § 1.152 
to § 1.84(b). Section 1.84 paragraphs (c) and (g) are amended 
for consistency in regard to the English equivalents (5/8 inch.) 
for 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


Section 1.91: The title of § 1.91 is amended to clarify that a 
certain type of material is not generally admitted in the file 
record by substitution of “admitted” for “required.” 


Section 1.91 is also amended to clarify the type of material that 
is not generally admitted into the file record of an application. 
Section 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why entry 
of the model or exhibit into the file record is necessary to 
demonstrate patentability, unless the model or exhibit: (1) sub- 
stantially conforms with § 1.52 or § 1.84; or (2) was required 
by the Office. 


Section 1.91 is also amended to state that a model, working 
model or other physical exhibit, whose submission by appli- 
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cants is generally not permitted, may be required by the Office 
if deemed necessary for any purpose in the examination of the 
application. This language is moved from § 1.92. 


Comment 42: Several adverse comments were received 
expressing concern that the addition of the term “exhibits” to 
the bar against admission of models, unless specifically required 
by the Office, would prevent applicants from making their 
best possible case for patentability, and that exhibits would be 
interpreted by the Office as barring two-dimensional as well 
as three-dimensional exhibits. 


Response: The preamble of the proposed rule indicated that 
the change to the rule is in the nature of a clarification and not 
a change in practice. Further clarification has been added to 
the rule by reference to § 1.52 or § 1.84 and to the instant 
discussion of the rule to indicate that the use of the term 
“exhibits” is in the nature of other three-dimensional models, 
such as videos, and will not bar two-dimensional exhibits cur- 
rently being accepted. Additionally, a petition route has been 
added to the rule that would permit entry of three-dimensional 
models or exhibits where they are necessary to establish patent- 
ability. Section 1.91 is also amended to expressly provide for 
the filing of a petition thereunder (rather than to require the 
filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 
sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s under- 
standing of the invention and reducing the model or exhibit to 
two-dimensional conformance with § 1.52 or § 1.84 for entry 
of that reduction to the record (which issues are separate and 
distinct from the questions as to whether the later presented 
material was originally required for an understanding of the 
invention and its subsequent addition being subject to a new 
matter objection under 35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the 
file record over what would be provided for via petition under 
§ 1.91, it is not seen to be appropriate to permit unrestricted 
entry of three-dimensional exhibits in the file record. 


Section 1.92: Section 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.92. 


Section 1.97: Sections 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section 1.97(e)(2) is further amended to replace “or” by “and” 
to require that no item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement, after 
making reasonable inquiry, no item of information contained 
in the information disclosure was known to any individual 
designated in § 1.56(c) more than three months prior to the 
filing of the information disclosure statement. The use of “and” 
rather than “or” is in keeping with the intent of the rule as 
expressed in the MPEP609(B)(2)(ii), that the conjunction be 
conjunctive rather than disjunctive. The mere absence of an 
item of information from a foreign patent office communication 
was clearly not intended to represent an opportunity to delay 
the submission of the item when known more than three months 
prior to the filing of an information disclosure statement to an 
individual having a duty of disclosure under § 1.56. 


No comments were received regarding the proposed change to 
§ 1.97. 
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Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


» 


Comment 43: A number of comments opposed the deletion of 
the rules that solely govern Office procedure. The reasons 
given for this opposition are: (1) the Office should subject 
its procedures to the notice and comment provisions of the 
Administrative Procedure Act (APA); (2) the inclusion of such 
procedures in the rules of practice imparts the force and effect 
of law to such procedures; (3) the greater deference given to 
procedures set forth in the rules of practice, rather than the 
MPEP, during court action. 


Response: The CCPA has held that applicants before the Office 
are entitled to rely not onlyon the patent statute and rules 
of practice, but on the provisions of the MPEP, during the 
prosecution of an application for patent. See In re Kaghan, 387 
F.2d 398, 401, 156 USPQ130, 132 (CCPA 1967). Thus, there 
is in practice little, if any, benefit to applicants before the Office 
in having the Office procedure set forth in the rules of practice, 
rather than the MPEP. In any event, no comment pointed to any 
specific decision, and the Office is not aware of any decision, in 
which the result turned on the inclusion of Office procedure 
in the rules of practice (rather than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments 
as to the rules of practice setting forth the fundamentals of 
the examination of an application, the Office will retain the 
substance of §§ 1.104 and 1.105 in the rules of practice. See 
In re Phillips, 608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 
(CCPA 1979) (although irrelevant to the result, the Office was 
criticized for piecemeal examination contrary to §§ 1.104 and 
1.105). The substance of §§ 1.104, 1.105, 1.106, 1.107, and 
1.109, however, will be combined into § 1.104 paragraphs (a)- 
(e). 


The Office will also retain § 1.351 in the rules of practice, as 
it has been relied upon as the notice that the Office will provide 
concerning changes to the rules of practice in 37 CFR Part 1. 
See In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 
1527 (Fed. Cir. 1987). Finally, the Office will retain § 1.181 
paragraphs (d), (e), and (g) to avoid confusing petition practice, 
and § 1.325 to avoid confusion as to the requirements for 
correction of a patent. 


The Office, however, will delete §§ 1.101, 1.108, 1.122, 1.184, 
1.318, and 1.352 from 37 CFR Part 1. The procedures set forth 
in §§ 1.101, 1.122, 1.184 and 1.318 do not provide meaningful 
safeguards to applicants (e.g., § 1.101 does not ensure or give 
an applicant the right to examination of an application within 
any reasonably specific time frame). The proscription in § 1.108 
is simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do 
not constitute prior art under 35 U.S.C. 102 (and thus 103). 
Finally, as former § 1.352 included a “whenever required by 
law” prerequisite, it provided no independent requirement that 
the Office publish proposed rule changes for comment. 


Section 1.102: Section 1.102(a) is amended to remove the 
requirement that the showing be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.103. 


Section 1.104: Section 1.104 is amended to include paragraphs 
(a) through (e) including the substance of former §§ 1.104, 
1.105, 1.106, 1.107, and 1.109. The re-writing of §§ 1.104, 
1.105, 1.106, 1.107, and 1.109 as § 1.104(a) through (e) involves 
no change in substance. 


See comment relating to § 1.101. 


Section 1.105: Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 
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See comment relating to § 1.101. 


Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 


See comment relating to § 1.101. 


Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 


See comment relating to § 1.101. 


Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 


See comment relating to § 1.101. 


Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 


See comment relating to § 1.101. 


Section 1.111: Section 1.111 is amended to consistently refer 
to a “reply” to an Office action. The prior section used the 
term “response” and “reply” in an inconsistent manner and 
created some confusion. Paragraph (b) of § 1.111 is also 
amended to explicitly recognize that a reply must be reduced 
to a writing which must point out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable. It is noted that an examiner’s amendment 
reducing a telephone interview to writing would comply with 
§ 1.2. 


Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive 
list of all distinctions. Additionally, inquiry is made as to 
whether it is sufficient to point out the impropriety of a rejection 
under 35 U.S.C. 102 that should have been a rejection under 
35 U.S.C. 103, or must a rejection under 35 U.S.C. 103 be 
anticipated and answered. 


Response: A distinction should be kept in mind between what 
is necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the appli- 
cation to issuance in the most efficient manner. While pointing 
out only one distinction, such as why a rejection under 35 U.S.C. 
102 is inappropriate, would comply with the requirements of 
§ 1.111, advancement of the prosecution of the application 
would best be served by pointing out all possible distinctions, 
so that if the argument for one distinction is not persuasive, 
another may be. Similarly, anticipation of and argument against 
a rejection under 35 U.S.C. 103 where a rejection under 35 
U.S.C. 102 should have been made under 35 U.S.C. 103 could 
possibly prevent making of the rejection under 35 U.S.C. 103 
by the examiner and an earlier issuance of the application 
thereby preserving patent term under 35 U.S.C. 154 as amended 
by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a 
reply would not necessarily require that distinctions be pointed 
out, such as: (1) where context and arguments presented make 
the distinctions clear beyond doubt; (2) where a prima facie 
case has not been established or motivation for modification 
of a reference is lacking; (3) a secondary reference is from a 
nonanalogous art improperly combined; or (4) no reference has 
been applied. 


Response: The comment has been adopted to the extent that 
the paragraph (b) of the rule has been amended to refer to 
“any” rather than “the” applied references. Any argument that 
would make the distinctions clear beyond doubt would seem 
to require identification of the distinctions therein. Where a 
reply contains an argument that motivation for a modification 
of a reference made by an examiner does not exist, or that a 
nonanalogous secondary reference has been improperly com- 
bined, the identification of the claim element involved and the 
particular factual basis that makes the modification or combina- 
tion relating to that claim element inappropriate are necessary 
elements of a reply. That an applicant considers a rejection, 
objection, or other requirement in an Office action to be inap- 
propriate does not relieve the applicant of the burden under 35 
U.S.C. 133 of prosecuting the application to avoid abandon- 
ment. 
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Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at 
odds with the Office’s burden in the first instance of explaining 
any objection or rejection of an applicant’s claim, and that the 
existing requirement that an applicant distinctly and specifically 
point out the errors in the examiner’s action and reply to every 
ground of objection and rejection are sufficient without the 
added language. Another comment noted that it is believed that 
the rule already requires that specific distinctions be supplied 
and questions what new requirements are being added by that 
additional language. 


Response: To the extent that the already existing language 
would require that claim distinctions be presented, the added 
language is seen to clarify what is required of an applicant in 
replying to an Office action and is not seen to be at odds with 
the Office’s burdenin first going forward with a rejection of 
the claims. Once a claim is rejected, there is a duty on applicants 
under § 1.111 to provide an appropriate reply as defined therein 
for applicant to be entitled to reconsideration or further exami- 
nation. 


Section 1.112: Section 1.112 is amended to remove as unneces- 
sary the statement that “any amendments after a second Office 
action must ordinarily be restricted to the rejection, objections 
or requirements made in the office action” to reflect actual 
practice, in which amendments after the second action need 
not be restricted to the rejection or the objections or require- 
ments set forth in an Office action. The heading of § 1.112 is 
also amended to add “before final action” to clarify that such 
reconsideration does not apply after a final Office action. 


No comments were received regarding the proposed change to 
§ 1.112. 


Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 1.113(b) is amended to change “clearly stating the 
reasons therefor” to “clearly stating the reasons in support 
thereof” for clarity. 


Comment 47: A number of comments argued that first action 
final practice should be eliminated without regard to an amend- 
ment to § 1.116 as: (1) 35 U.S.C. 132 does not authorize first 
action final practice; and (2) the filing fee paid in a continuing 
application should entitle an applicant to an examination and 
reexamination in the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office 
and rejected in Jn re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 
1992). Specifically, continuing applications have historically 
been considered part of a continuous proceeding in regard to 
the prior application. /d. at 1827. First action final practice 
denies an applicant the delay inherent in an additional Office 
action in a continuation application, thus compelling the appli- 
cant to draft claims in a continuation application in view of 
the prosecution history of the parent application (i.e., the rejec- 
tions and prior art of record in the parent application), and thus 
make a bona fide effort to define the issues for appeal or 
allowance. Id. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications 
is recovered through issue and maintenance fees. That is, the 
filing fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for 
an application do not cover the Office’s full costs of examining 
that application pursuant to 35 U.S.C. 131 and 132. Therefore, 
the argument that first action final practice is inherently unfair 
in view of the filing fees paid by the applicant fails to appreciate 
the current patent fee structure. 


Due to the overwhelming opposition to the proposed changes 
to § 1.116 to simplify after final practice, the proposed change to 
§ 1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not 
adopted in this Final Rule. The Office will give further consider- 
ation to the elimination of first action final practice. 
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Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first 
action final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first 
action final rejection is not being adopted. 


Section 1.115: Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former §§ 1.117 
through 1.118, 1.123 and 1.124. The subject matter proposed 
to be included in § 1.115 has been transferred to § 1.121. The 
change does not constitute a change in substance; the material 
of the deleted sections has simply been rearranged and edited 
for clarity and contextual purposes in § 1.121. The reference 
in § 1.115(b)(2) relating to the rejection of claims containing 
new matter has not been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter 
of § 1.118 is transferred to § 1.115 (now § 1.121) noted that 
the particular material of the second and third sentences of 
paragraph (a) of § 1.118(a) was not so transferred and should 
be. 


Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to 
1.121 (§ 1.115 as originally proposed), the concept is retained 
in § 1.121, paragraphs (a)(6), (b)(5), and (c)(1), in condensed 
form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure 
must be amended to secure correspondence between the claims, 
the specification and the drawings. Forcing the specification 
to parrot the language of new claims, where only new claims 
originally use a term not found in the original disclosure and 
in the original claims, is said to impose an undue burden on 
applicant and jeopardize the validity of all the claims if the 
new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to con- 
tain new matter will adversely affect claims that do not contain 
that expression, particularly if a portion of the specification is 
retained that provides support for claims not containing that 
expression. Additionally, the requirement being criticized is 
not a new requirement but was material transferred from § 
1.117. However, the comment was adopted in-part in that § 
1.121, paragraphs (a)(5) and (b)(4), require only “substantial 
correspondence” between the claims, the remainder of the spec- 
ification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” 
in paragraph (e) of § 1.115 (now § 1.121) be broadened to 
“drawing.” 


Response: Sections 1.121(a)(3)(ii) and 1.121(b)(3)(ii) recite 
sketch, which has been interpreted by the Office to include a 
copy. The use of sketch is seen to be the broader term in 
allowing a handwritten alteration of a copy of the previously 
submitted drawing to be done without the need for a color 
copy being obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in 
a clause as finally presented, is inconsistent with the require- 
ments of § 1.121 requiring brackets and underlining of the 
subject matter deleted and added. 


Response: The comment was adopted by clarifying § 
1.121(a)(iii) as adopted by reciting that the interlineation prohi- 
bition relates to previous amendments being depicted in a subse- 
quent amendment, and to limit its applicability to applications 
other than reissue applications (thereby also excluding reexami- 
nation proceedings) in that all changes from the patent are 
required to be shown in reissue applications and reexamination 
proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase 
“or appeal” to its heading. This change clarifies the current 
practice that paragraphs (b) and (c) apply to amendments filed 
after an appeal, regardless of whether the application was sub- 


ject to a final rejection prior to the appeal. 
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Section 1.116(a) is also amended for clarity to limit amend- 
ments after a final rejection or other final action (§ 1.113) to 
those amendments cancelling claims or complying with any 
requirement of form set forth in a previous Office action, and 
replaces the phrase “any proceedings relative thereto” with 
“any related proceedings” for clarity. The amendment does not 
represent a change in practice under § 1.116(a) as was originally 
proposed, but merely a clarification of when an applicant is 
entitled to entry of an amendment under § 1.116(a). 


Comment 53: Almost every comment relating to the proposed 
change to § 1.116 to limit entry of amendments after a final 
Office action based on simplification of issues for appeal 
opposed the change. The various rationales included: (1) a 
liberal practice by examiners in entering amendments after 
final rejection based on a willingness to engage in significant 
negotiations after final rejection; (2) an increased burden on 
the Board of Patent Appeals and Interferences (Board); (3) a 
loss of potential patent term under 35 U.S.C. 154 if refiling 
an application was routinely required; (4) a loss of clarity by 
applicant and the examiner of theissues involved, in that it is 
frequently only after the second action that the issues become 
clarified, particularly as counsel are not aware of the art that 
may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent 
the need to enter amendments causes refiling of an application, 
greater resources from the Office are required as opposed to 
simply entering the amendment in the prior application; (6) 
there will be an increase in the requests for interviews after 
first action; (7) the change represents encouragement for exam- 
iners to cut down on papers entered particularly in view of the 
crediting system; and (8) the proposal is not helpful to applicant 
and is only a revenue generator. 


Several alternative suggestions were made including: (1) a fee 
to have amendments after final entered as a matter of right; 
(2) discretion for examiners to enter any amendment should 
be explicitly stated in the rule; (3) consider substantive amend- 
ments if submitted at least one month in advance of the end of 
the reply period; (4) eliminate applicant’s concern for expedited 
handling of § 1.116 amendments by having a new period for 
appealing or refiling; (5) entry of amendment to solely correct 
rejections under 35 U.S.C. 112, 42, should be permitted; (6) 
first after final submission permitted entry under simplification 
of issuesstandard and any subsequent submission would only 
be permitted under standard as proposed without simplification 
of issues available; (7) merging of a dependent claim into an 
independent claim ought to be explicitly permitted as a matter 
of right; (8) provide a standard of entry dependent upon good 
and sufficient reason as to why the amendment after final was 
not made earlier; (9) permit consideration of the amendment 
for allowable subject matter to save applicant cost of refiling 
for such determination; and (10) change should be linked with 
a prohibition on applying a new reference in a final rejection. 


Response: In view of the issues raised and the alternative sug- 
gestions presented, it has been determined that further study 
is required. The comments have been adopted solely to the 
extent that the proposed change to delete simplification of issues 
for purpose of appeal, as a basis for entry of an amendment after 
final rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to 
§ 1.117. 

Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 

See first comment related to § 1.115. 

Section 1.119: Section 1.119 is removed and reserved as dupli- 
cative of the provisions of §§ 1.111 and 1.121. 

No comments were received regarding the proposed change to 
§ 1.119. 


Section 1.121: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
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amendments in non-reissue nonprovisional applications (para- 
graph (a)), amendments in reissue applications (paragraph (b)), 
and amendments in reexamination proceedings (paragraph (c)). 
The intent of the changes is to retain amendment practice in 
regard to non-reissue applications prior to the changes proposed 
in the Notice of Proposed Rulemaking and to make final the 
changes in amendment practice in regard to reissue applications 
proposed in the Notice of Proposed Rulemaking, except for 
requiring copies of all claims as of the date of submission of 
an amendment and a constructive cancellation in their absence. 
Additionally, while retaining the previous amendment practice 
in non-reissue applications, the regulations have been clarified 
by deletion of §§ 1.115, 1.117 through 1.118, 1.123, and 1.124 
and placement of subject matter thereof in § 1.121. 


Comment 54: Most comments received on the proposed change 
in amendment practice as it relates to non-reissue applications 
to bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed 
changes to present a complete copy of the claims when any 
amendment to the claims is made, and to hold a constructive 
cancellation for any claim copy not presented were alarming. 
However, similar comments were not received in regard to the 
proposed changes to bring reissue and reexamination practice 
closer together. 


Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not 
be implemented now and further study will be undertaken to 
include suggestions presented in regard to this rule. 


Comment 55: Several comments offered suggestions and 
requested clarifications: (1) whether this was an attempt to 
push the practice closer to PCT where substitute pages are 
used; (2) use of different markings such as strikeouts of word 
processors; (3) only requirecomplete copy of claims at issue; 
(4) only have a status listing of all claims not complete copy 
with each response; (5) continuations or divisions should be 
filed showing markups; (6) require only that new claims pages 
be substituted; (7) objection to the submission of a separate 
complete set of claims in addition to the amendments being 
made; (8) some instances separate set may be appropriate and 
not too much of a burden; and (9) there should beexception, 
liberal reinstatement, or rebuttable presumption for constructive 
cancellation if clerical omission. 


Response: Paragraphs (a) and (b) of § 1.121 each separately 
treat amendment of the specification (paragraphs (a)(1) and 
(b)(1)), and of the claims (paragraphs (a)(2) and (b)(2)). In 
comparing amendment practice to the specification for non- 
reissue and reissue applications, all amendments in the reissue 
application are to be made relative to (i.e., vis-a-vis) the specifi- 
cation (including the claims) and drawings of the original patent 
as of the date of the filing of the reissue application. Changes 
are shown using underlining and bracketing relative to the 
patent specification. In addition, the entire paragraph of disclo- 
sure with the changes and the entire claim with the changes 
must be presented, in making the amendment. On the other 
hand, amendments in a non-reissue application are to be made 
relative to prior amendments (with underlining and bracketing 
in a reproduced claim reflecting changes made relative to the 
prior amendment), and insertions and deletions can be made 
without reproducing the entire paragraph of disclosure or the 
entire claim. Further (for a non-reissue application), in 
amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even 
where a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relates to amendments in non-provi- 
sional applications, other than reissue applications, and retains 
a reference to § 1.52. Paragraph (a)(1) relates to the manner 
of making amendments in the specification, other than in the 
claims. Paragraph (a)(1)(i) requires the precise point in the 
specification to be indicated where an addition is to be inserted. 
Paragraph (a)(1)(ii) requires the precise point in the specifica- 
tion to be indicated where a deletion is to be made. This should 
be compared to addition or cancellation of material from the 
patent specification in a reissue application (paragraph 
(b)(1)(ii)) or in are examination proceeding (§ 1.530(d)(1)(1), 
e.g., by way of a copy of the rewritten material). An amendment 
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containing deletions mixed with additions will be treated 
according to both paragraphs (a)(1)(i) and (a)(1)(ii). Amend- 
ments to the specification, additions or deletions, do not require 
markings, only identification of an insertion point. However, 
where the changes made are not readily apparent the applicant 
may be requested by the examiner to provide an explanation 
of the changes or a marked up copy showing the changes made. 
Paragraph(a)(1)(iii) provides that to reinstate matter previously 
deleted it must be reinstated by a new amendment inserting 
the matter. 


Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Para- 
graph (a)(2)(i) permits amendment by instructions to the Office 
for a deletion, paragraph (a)(2)(i)(A), or for an addition limited 
to five words in any one claim, paragraph (a)(2)(i)(B). The 
ability to provide directions to the Office for the handwritten 
deletion of five words or less for each claim does not encompass 
deletion of equations, charts or other non-word material. Para- 
graph (a)(2)(ii) sets forth that a claim may be amended by a 
direction to cancel the claim, or by rewriting the claim with 
markings showing material to be added and deleted. Addition- 
ally, previously rewritten claims are required to be so marked 
and not to have interlineations showing amendment(s) previous 
to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are 
not permitted and are to be made by way of a substitute sheet 
for each original drawing sheet that is to be amended. The 
paragraph contains material from cancelled § 1.115. 


Paragraph (a)(4) of § 1.121 requires that any amendment pre- 
sented in a substitute specification must be presented under the 
provision of this section either prior to or concurrent with 
the submission of the substitute specification. The paragraph 
contains material from cancelled § 1.115. 


Paragraph (a)(5) of § 1.121 requires amendment of the disclo- 
sure in Certain situations (/.e., to correct inaccuracies of descrip- 
tion and definition) and to secure substantial correspondence. 
The paragraph contains material from cancelled § 1.117. The 
previous requirement for “correspondence” has been modified 
by use of “substantial correspondence.” See comments to § 
1.115. 


Paragraph (a)(6) prohibits the introduction of new matter into 
the disclosure of a non-reissue, non-provisional application. 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner 
of making amendments to the specification, other than in the 
claims, in reissue applications. Paragraph (b)(1)(i) requires that 
amendments including deletions be made by submission of a 
copy of one or more newly added or rewritten paragraphs with 
markings, except that an entire paragraph may be deleted by 
a statement deleting the paragraph without presentation of the 
text of the paragraph. Paragraph (b)(1)(ii) requires indication 
of the precise point in the specification where the paragraph 
which is being amended is located. When a change in one 
sentence, paragraph or page results in only format changes to 
other pages (e.g., shifting of non-amended text to subsequent 
pages) not otherwise being amended, such format changes are 
not to be submitted. Compare to amendments to the specifica- 
tion, other than in the claims, of non-reissue applications 
wherein deletions are permitted, paragraph (a)(1)(ii) of this 
section. Paragraph (b)(1)(iii) defines the marking set forth in 
paragraph (b)(1)(ii) of this section. Proposed paragraph 
(b)(1)(iii), relating to a requirement for submission of all 
amendments be presented when any amendment to the specifi- 
cation is made, was not implemented. 


Paragraph (b)(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b)(2)(i)(A) of § 1.121 requires the entire text of each patent 
claim that is being amended by the current amendment and of 
each claim being added by the current amendment. Requests 
that the Office hand-enter changes of five or less words, former 
§ 1.121(c)(2), will no longer be permitted. Pending claims, 
whether previously amended or not, that are not being amended 
by the current amendment are not to be resubmitted. This 
procedure is different from § 1.121(a)(2)(i)(B), which permits 
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requests that the Office hand-enter changes of five or less words 
in a non-reissue application. Additionally, provision is made 
for the cancellation of a patent claim by a direction to cancel 
without the need for marking by brackets. Paragraph 
(b)(2)(i)(B) requires that patent claims not be renumbered. 
Paragraph (b)(2)(i)(C) identifies the type of marking required 
by paragraph (b)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (b)(2)(ii) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of 
all patent claims and all added claims as of the date of the 
submission, as not all claims (non-amended claims) are to 
be presented with each submission, paragraph (b)(2)(iv). The 
absence of submission of the claim status would result in an 
incomplete reply (§ 1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121 requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify 
how an applicant would satisfy this requirement when the 
amendment involves a simple editorial change, or when the 
amendment uses terms that find no explicit support in the 
patent. 


Response: When it is clear that the amendment simply involves 
an editorial change and doesnot add material for which support 
in the disclosure is required, the reply may simply explain that 
the amendment is merely making an editorial change. When 
the amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as 
required by 35 U.S.C. 112, Ql. In addition, an amendment to 
the specification to secure correspondence between the specifi- 
cation and the claims will also be required. See § 1.75(d)(1) 
and MPEP 608.01(0). Obviously, an amendment that does not 
find either explicit or at least implicit support in the specification 
as required by 35 U.S.C. 112, 41, is not permitted. See 35 
U.S.C. 251, 41, (last sentence). 


Proposed paragraphs (b)(2)(iv) and (v) of this section, relating 
to a requirement for presentation of all amendments as of the 
date any amendment to the claims is made, and to the treatment 
of the failure to submit a copy of any added claim as a direction 
to cancel that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the 
patent drawings are not permitted and that any change must 
be by way of a new sheet of drawings with the amended figures 
being identified as “amended” and with added figures identified 
as “new” for each sheet that has changed. The paragraph con- 
tains material from cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of 
§ 1.115 paragraph (d), requires amendment of the disclosure 
in certain situations (i.e., to correct inaccuracies of description 
and definition) and to secure substantial correspondence 
between the claims, the remainder of the specification, and the 
drawings. The previous requirement for “correspondence” has 
been modified by use of “substantial correspondence.” See 
comments to § 1.115. 


Paragraph (b)(5) of § 1.121, containing material transferred 
from proposed paragraph (b)(2)(vi) (now deleted), clarifies that: 
(1) No reissue patent will be granted enlarging the scope of 
the claims unless applied for within two years from the grant 
of the original patent (additional broadening outside the two- 
year limit is appropriate as long as some broadening occurred 
within the two-year period, /n re Doll, 419 F.2d 925, 164 USPQ 
218 (CCPA1970)); and (2) no amendment may introduce new 
matter or be made in an expired patent. 


Paragraph (b)(6) of § 1.121 has been added to clarify that 
all amendments must be made relative to (i.e., vis-a-vis) the 
specification (including the claims) and drawings of the original 
patent as of the date of the filing of the reissue application. 
If there was a prior change to the patent (made via a prior 
reexamination certificate, reissue of the patent, certificate of 
correction, etc.), the first amendment must be made relative to 
the patent specification aschanged by the prior proceeding or 
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other mechanism for changing the patent. In addition, all 
amendments subsequent to the first amendment must be made 
relative to the patent specification in effect as of the date of 
the filing of the reissue application, and not relative to the prior 
amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexami- 
nation proceedings are to be made in accordance with § 
1.530(d). 


Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (“Page(s) ”) be can- 
celled and that updated materials be inserted in its place. 


The wide availability of word processing should enable appli- 
cants to more easily submit updated material providing greater 
accuracy and thereby eliminating the need for the Office to 
hand-enter amendments. To that end, § 1.125 is amended to 
reflect current practice that a substitute specification may be 
submitted in an application, other than a reissue application, 
at any point up to payment of the issue fee as a matter of 
right, provided that such substitute specification is submitted 
in compliance with the requirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 


See comments related to § 1.101. 


Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.123. 


Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 


No comments were received regarding the proposed change to 
§ 1.124. 


Section 1.125: Section 1.125 is amended by addition of para- 
graphs (a) through (d). Section 1.125(a) retains the current 
practice that a substitute specification may be required by the 
examiner and has been clarified to note that if the legibility of 
the application papers shall render it difficult to consider the 
application, the Office may require a substitute specification. 


Section 1.125 is amended in view of the continued prosecution 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section 1.125(b) specifically provides for the filing of a substi- 
tute specification, excluding the claims, at any point up to 
payment of the issue fee, if it is accompanied by: (1) a statement 
that the substitute specification includes no new matter; and 
(2) a marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record (i.e., the specification to be replaced 
by the substitute specification). While § 1.125(b)(2) requires 
the marked-up copy show the additions and deletions, it does 
not require that such additions and deletions be shown by 
underlining and bracketing. Rather, it permits the use of other 
indicia (e.g., redlining and strikeouts) to show additions and 
deletions so that the document-compare feature of conventional 
word-processing programs can be used to produce the marked- 
up substitute specification. 


Section 1.125(b), as proposed, would have required that a sub- 
stitute specification contain only changes that were previously 
or concurrently submitted by an amendment under § 1.121. 
The Office, however, is not adopting this proposal. Creating 
a copy of the substitute specification showing the additions 
and deletions is relatively easy using the document-compare 
feature of a conventional word-processing program, when com- 
pared to the burden of preparing an amendment under § 
1.121(a)(1) showing numerous changes to a specification. Thus, 
the Office is adopting the requirement currently set forth in 
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MPEP 608.01(q) for a marked-up copy of the substitute specifi- 
cation showing the additions and deletions. 


Comment 57: One comment stated that it is not clear exactly 
what is to be submitted with the substitute specification under 
paragraph (b)(2) of this section even though paragraph (c) 
requires it to be in clean form without markings. 


Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification 
it is replacing (§ 1.125(b)(2)); and (3) a statement that the 
substitute specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifi- 
cation is to be submitted without markings as to amended 
material. 


Section 1.125(d) does not permit a substitute specification in 
reissue or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase 
“, except when presented in accordance with § 1.121(b)” for 
consistency with the change to § 1.121. 


No comments were received regarding § 1.126. 


Section 1.133: Section 1.133(b) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.133. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.134. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with 
the change to § 1.111. Section 1.135(b) is amended to clarify 
that the admission of or refusal to admit any amendment after 
final rejection, and not just an amendment not responsive to 
the last Office action, shall not operate to save the application 
from abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if a reply to a non-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently 
omitted. This replaces the practice in which an applicant may 
be given an opportunity to supply the omission through the 
setting of a “time limit” of one month that is not extendable. 
Under § 1.135(c) as adopted, a one-month shortened statutory 
time period will generally be set enabling an applicant to peti- 
tion for extensions of time under § 1.136(a). Where 35 U.S.C. 
133 requires a period longer than one month (i.e., actions mailed 
in the month of February), a shortened statutory period of 30 
days will be set. 


The setting of a time period for reply under § 1.134 (rather 
than a time limit) results in the date of abandonment (when 
no further reply is filed) being the expiration of the new time 
period rather than the date of expiration of the period of reply 
set in the original Office action for which an incomplete reply 
was filed. Thus, the amendment to § 1.135(c) permits the filing 
of a continuing application as an alternative to completing the 
reply, whereas the previous practice required an applicant to 
complete the reply that was held to be incomplete orelse the 
application was held to be abandoned (retroactively) as of the 
expiration of the original period for reply. Thus, applicants had 
to file an unnecessary reply to preservependency where their 
only intent was to file a continuing application. Section 
1.135(c), as amended, sets forth a new period within which a 
continuing application can be filed, without the applicant having 
to supply the omission in the prior application to preserve 
pendency. In addition, applicant may file any other reply as 
may be appropriate under § 1.111, regardless of whether a 
continuing application is filed. 
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Comment 58: Two comments objected to the change on the 
basis that it is subject to intentional misuse. It is argued that 
it encourages an applicant to send in piecemeal replies and 
permits use of the time period as a subterfuge for extending 
prosecution as § 1.135(c) does not specify how many times an 
incomplete reply can be given. 


Response: 35 U.S.C. 154 as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner 
can determine that the failure to provide a complete reply was 
not “inadvertent” (especially where an applicant was previously 
notified of the deficiencies in the reply), and not set a period 
under § 1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) 
from “may” to “shall” so that an examiner must provide an 
opportunity to an applicant to complete a reply, and that § 
1.135(c) should not be limited to replies to non-final Office 
actions so that if an application is in condition for allowance 
except for an inadvertent omission it would be beneficial for 
all parties to provide the same benefit as for non-final actions. 


Response: The term “may” is used rather than “shall” to 
encourage applicants to provide a complete reply, in that an 
applicant providing an incomplete reply cannot be certain of 
being provided with an additional time period to prosecute the 
application. 


Section 1.113(a) provides that the only reply to a final Office 
action effective to avoid abandonment of an application is: 
(1) an amendment under § 1.116 that prima facie places the 
application in condition for allowance; or (2) a notice of appeal 
(and appeal fee) under § 1.191. Thus, the only reply under § 
1.113(a) that will ensure that abandonment of the application 
will be avoided is: (1) an amendment under § 1.116 that cancels 
all of the rejected claims; or (2) a notice of appeal (and appeal 
fee) under § 1.191 (§ 1.113(a)). That is, an applicant filing a 
proposed amendment under § 1.116 or arguments in reply to 
a final Office action has no assurance that such reply will 
necessarily result in allowance of the application. Given the 
limited nature of the replies under § 1.113 to a final Office 
action, it is not appropriate to provide a time period under § 
1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and 
to clarify that the reply for which applicant may be given a 
new time period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as 
an extension of time, subject to any maximum period for reply 
set by statute. For example, when a one-month or 30-day period 
is set for reply to a restriction requirement or for completing 
a reply under §1.135(c), that period may be extended up to the 
six-month statutory (35 U.S.C. 133) maximum. In addition, as 
the two-month period set in § 1.192(a) for filing an appeal 
brief is not subject to the six-month maximum period specified 
in 35 U.S.C. 133, the period for filing an appeal brief may be 
extended up to seven months. 


Comment 60: At least one comment noted that there is no 
statutory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of 
“respond” with “reply” in accordance with the change to § 
1.111 and for clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and 
other clarification changes. 


Comment 61: One comment questioned whether the addition 
in paragraph (a)(2) of § 1.136 that requires a reply to be filed 
prior to the expiration of the period of extension to avoid 
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abandonment of the application will affect the timely filing of 
a reply under §§ 1.8 or 1.10 where the mail date rather than 
the receipt date is the end of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language 
does not change current practice under §§ 1.8 and 1.10. 


Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization 
to treat any reply requiring a petition for an extension of time 
for its timely submission as containing a request therefor for 
the appropriate length of time. The authorization may be filed 
at any time prior to or with the submission of a reply that 
would require an extension of time for its timely submission, 
including submission with the application papers. Previously, 
the mere presence of a general authorization, submitted prior 
to or with a reply requiring an extension of time, to charge all 
required fees does not amount to a petition for an extension 
of time for that reply (MPEP 201.06 and 714.17) and under 
the proposed amended rule the submission of a reply requiring 
an extension of time for its timely submission would not be 
treated as an inherent petition for an extension of timeabsent 
an authorization for all necessary extensions of time. The Office 
will continue to treat all petitions for an extension of time as 
requesting the appropriate extension period notwithstanding an 
inadvertent reference to a shorter period for extension and 
will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time 
as separate papers rather than as sentences buried in papers 
directed to other matters (such as an application transmittal 
letter). The use of individual papers directed only to an exten- 
sion of time or to a general authorization for payment of fees 
would permit the Office to more readily identify the presence 
of such items and list them individually on the application file 
jacket, thus facilitating future identification of these authoriza- 
tions. 


Comment 62: Two comments requested that it be clarified 
whether the reference to submission of a paper with an authori- 
zation is to be construed as allowing for submission of a stan- 
dard sentence in a general reply to an Office action that includes 
a check box on anapplication transmittal form. 


Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace 
the reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that 
general authorizations to charge fees are effective to meet not 
only the requirement for the extension of time fee for replies 
filed concurrent or subsequent to the authorization but also 
represent a constructive petition for an extension of time, which 
is a change from current practice wherein a general authoriza- 
tion to charge additional fees does not represent a petition 
for an extension of time, which petition must be separately 
requested. 


Section 1.136(a)(3) also includes the sentence “[s]ubmission of 
the fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission.” This provides for those instances 
in which an applicant files a reply with a check (or other means 
of payment under § 1.23) for the requisite fee under § 1.17(a)(1) 
through (5) for the petition under § 1.136(a) required to render 


. such reply timely, but omits a request (i.e., a petition) for an 


extension of time under § 1.136(a). In such instances, the mere 
submission of the appropriate fee will be treated as a construc- 
tive petition for the extension of time to render the reply timely. 


Section 1.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorpo- 
rate revival of abandoned applications and lapsed patents for 
the failure: (1) to timely reply to an Office requirement in a 
provisional application (§ 1.139); (2) to timely pay the issue 
fee for a design application (§ 1.155); (3) to timely pay the 
issue fee for a utility or plant application (§ 1.316); or (4) to 
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timely pay any outstanding balance of the issue fee (§ 1.317) 
(lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unavoidable” standard; 
(2) that “where the delay in reply was unavoidable, a petition 
may be filed to revive an abandoned application or a lapsed 
patent pursuant to [§ 1.137(a)]”; and (3) the requirements for 
a grantable petition pursuant to § 1.137(a) in paragraphs (a)(1) 
through (a)(4). 


Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accom- 
panied by “[t]he required reply, unless previously filed.” Sec- 
tion 1.137(a)(1) (and § 1.137(b)(1)) is amended to further 
provide that “[i]n a nonprovisional application abandoned for 
failure to prosecute, the required reply may be met by the filing 
of a continuing application” and that “[i]n an application or 
patent, abandoned or lapsed for failure to pay the issue fee or 
any portion thereof, the required reply must be the payment 
of the issue fee or any outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing applica- 
tion is a permissive (i.e., “may be met”) reply in a nonprovi- 
sional application abandoned for failure to prosecute, in that 
an applicant in a nonprovisional application abandoned for 
failure to prosecute may file a reply under § 1.111 to a non- 
final Office action or a reply under § 1.113 (e.g., notice of 
appeal) to a final Office action, or may simply file a continuing 
application as the required reply. The Office, however, may 
require a contiruing application (or request for further examina- 
tion pursuant to § 1.129(a)) to meet the reply requirement of 
§ 1.137(a)(1) (or § 1.137(b)(1)) where, under the circumstances 
of the application, treating a reply under §§ 1.111 or 1.113 
would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under §§ 1.111 or 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the applica- 
tion file containing multiple or conflicting replies to the last 
Office action; and (3) the submission of a reply or replies under 
§ 1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to 
compliance with §§ 1.111 or 1.113. 


While the revival of applications abandoned for failure to timely 
prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival 
of an application abandoned for failure to timely prosecute and 
for failure to timely submit the issue fee are mutually exclusive. 
See Brenner v. Ebbert, 398 F.2d 762, 1STUSPQ 609 (D.C. 
Cir.), cert. denied 393 U.S. 926, 159 USPQ 799 (1968). 35 
U.S.C. 151 authorizes the acceptance of a delayed payment of 
the issue fee, if the issue fee “is submitted . . . and the delay 
in payment is shown to have been unavoidable.” 35 U.S.C. 
41(a)(7) likewise authorizes the acceptance of an “unintention- 
ally delayed payment of the fee for issuing each patent.” Thus, 
35 U.S.C. 41(a)(7) and 151 each require payment of the issue 
feeas a condition of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the filing of 
a continuing application without payment of the issue fee or 
any outstanding balance thereof is not an acceptable proposed 
reply in an application abandoned or patent lapsed for failure 
to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the 
issue fee in effect on the date of its mailing to avoid abandon- 
ment of the application. In instances in which there is an increase 
in the issue fee by the time of payment of the issue fee required 
in the Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then in effect. 
See In re Mills, 12 USPQ2d 1847 (Comm’r Pat. 1989). The 
phrase “for failure to pay the issue fee or any portion thereof” 
applies to those instances in which the applicant fails to pay 
either the issue fee required in the Notice of Allowance or the 
balance of the issue feerequired in a subsequent notice. In such 
instances, the proposed reply must be the issue feethen in effect, 
if no portion of the issue fee was previously submitted, or any 
outstanding balance of the issue fee then in effect, if a portion 
of the issue fee was previously submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are neces- 
sary to incorporate into § 1.137 the revival of abandoned appli- 
cations and lapsed patents for the failure to: (1) timely reply 
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to an Office requirement in a provisional application (§ 1.139), 
(2) timely pay the issue fee (§§ 1.155 and 1.316), or (3) timely 
pay any outstanding balance of the issue fee (§ 1.317). 


Section 1.137(a)(3) is amended to provide that a grantable 
petition pursuant to § 1.137(a) must be accompanied by “[a] 
showing to the satisfaction of the Commissioner that the entire 
delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable.” 


Section 1.137(a) deletes the requirement that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment.” The genesis of 
the “promptly filed” requirement in § 1.137(a) is the legislative 
history of Pub. L. 97-247, § 3, 96 Stat. 317 (1982) (which 
provides for the revival of an “unintentionally” abandoned 
application), which provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the 
period of abandonment and could require applicants to act 
promptly after becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted 
in 1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing 
that the “delay” was “unavoidable,” which requires not only a 
showing that the delay which resulted in the abandonment 
of the application was unavoidable, but also a showing of 
unavoidable delay until the filing of a petition to revive. See 
In re Application of Takao, 17 USPQ2d 1155 (Comm’r Pat. 
1990). The burden of continuing the process of presenting a 
grantable petition in a timely manner likewise remains with 
the applicant until the applicant is informed that the petition 
is granted. /d. Thus, an applicant seeking to revive an “unavoid- 
ably” abandoned application must cause a petition under § 
1.137(a) to be filed without delay (i.e., promptly upon becoming 
notified, or otherwise becoming aware, of the abandonment of 
the application). 


An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able 
to show that “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable.” The removal of the 
language in § 1.137(a) requiring that any petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” should not be viewed 
as: (1) permitting an applicant, upon becoming notified, or 
otherwise becoming aware, of the abandonment of the applica- 
tion, to delay the filing of a petition under § 1.137(a); or (2) 
changing (or modifying) the result in Jn re Application of S, 
8 USPQ2d 1630 (Comm’r Pat. 1988), in which a petition under 
§ 1.137(a) was denied due to the applicant’s deliberate deferral 
in filing a petition under § 1.137. An applicant who deliberately 
chooses to delay the filing of a petition under § 1.137 (as in 
Application of S) will not be able to show that “the entire delay 
in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(b)] was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment” is deleted 
solely because it is considered redundant in light of the require- 
ment for a showing that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(a) was unavoidable. 


Section 1.137(a)(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
verified showing or statement if made by a person not registered 
to practice before the Patent and Trademark Office. Section 
1.56 currently provides that each individual associated with 
the filing and prosecution of a patent application has a duty of 
candor and good faith. Sections 1.4(d) and 10.18 are amended 
to provide that a signature on a paper submitted to the Office 
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constitutes an acknowledgment that willful false statements 
are punishable under 18 U.S.C. 1001, and may jeopardize the 
validity of the application or any patent issuing thereon. There- 
fore, requiring additional verification of a showing or statement 
under § 1.137 would be redundant. In addition, this requirement 
results in delays in the treatment of the merits of petitions that 
include unverified statements. 


Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a]ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Section 1.137(b) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unintentional” stan- 
dard; (2) that “where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to [§ 1.137(b)]’”; and (3) the requirements 
for a grantable petition pursuant to § 1.137(b) in paragraphs 
(b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 
that a grantable petition under § 1.137(b) must be accompanied 
by “[t}he required reply, unless previously filed.” Section 
1.137(b)(1) is amended to further provide that “[i]n a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion” and that “[iJn an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, 
the required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable 
petition under § 1.137(b) must be accompanied by “[a] state- 
ment that the entire delay in providing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to this paragraph was unintentional” and that “[t]he 
Commissioner may require additional information where there 
is a question whether the delay was unintentional.” While the 
Office will generally require only the statement that the entire 
delay in providing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 
1.137(b) was unintentional, the Office may require an applicant 
to carry the burden of proof to establish that the delay from 
the due date for the reply until the filing of a grantable petition 
was unintentional within the meaning of 35 U.S.C. 41(a)(7) 
and § 1.137(b) where there is a question whether the entire 
delay was unintentional. See In re Application of G, 11 USPQ2d 
1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing 
period requirement. Section 1.137(b)(4) is amended to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a]ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1,137(b)): 


There are three periods to be considered during the evaluation 
of a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment; (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) 
the delay in filing a grantable petition pursuant to § 1.137 to 
revive the application. 


Where the applicant deliberately permits an application to 
become abandoned (e.g., due to aconclusion that the claims 
are unpatentable, that a rejection in an Office action cannot be 
overcome, or that the invention lacks sufficient commercial 
value to justify continued prosecution), the abandonment of 
such application is considered to be a deliberately chosen course 
of action, and the resulting delay cannot be considered as 
“unintentional” within the meaning of § 1.137(b). See Applica- 
tion of G, 11 USPQ2d at 1380. Likewise, where the applicant 
deliberately chooses not to seek or persist in seeking the revival 
of an abandoned application, or where the applicant deliber- 
ately chooses to delay seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the aban- 
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doned application cannot be considered as “unintentional” 
within the meaning of § 1.137(b). An intentional delay resulting 
from a deliberate course of action chosen by the applicant 
is not affected by: (1) the correctness of the applicant’s (or 
applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of 
new information or evidence, or other change in circumstances 
subsequent to the abandonment or decision not to seek or 
persist in seeking revival. Obviously, delaying the revival of 
an abandoned application, by a deliberately chosen course of 
action, until the industry or a competitor shows an interest in 
the invention (a submarine application) is the antithesis of an 
“unavoidable” or “unintentional” delay. An intentional aban- 
donment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the 
revival of an abandoned application, precludes a finding of 
unavoidable or unintentional delay pursuant to § 1.137. See In 
re Maldague, 10 USPQ2d 1477, 1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been 
an intentional or otherwise impermissible delay in filing an 
initial petition pursuant to § 1.137(a) or (b), when such petition 
is filed: (1) within three months of the date the applicant is 
first notified that the application is abandoned; and (2) within 
one year of the date of abandonment of the application. Thus, 
an applicant seeking revival of an abandoned application is 
advised to file a petition pursuant to § 1.137 within three months 
of the first notification that the application is abandoned to 
avoid the question of intentional delay being raised by the 
Office (or by third parties seeking to challenge any patent 
issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be 
a question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant 
was first notified that the application was abandoned and the 
date a § 1.137(a) petition was filed was “unavoidable”; or (2) 
further information as to the cause of the delay between the 
date the applicant was first notified that the application was 
abandoned and the date a § 1.137(b) petition was filed, and 
how such delay was “unintentional.” To avoid delay in the 
consideration of a petition under § 1.137(a) or (b) in instances 
in which such petition was not filed within three months of 
the date the applicant was first notified that the application was 
abandoned, applicants should include a showing as to how the 
delay between the date the applicant is first notified by the 
Office that the application is abandoned and filing of a petition 
under § 1.137 was: (1) “unavoidable” in a petition under § 
1.137(a); or (2) “unintentional” in a petition under § 1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note 
that abandonment takes place by operation of law, rather than 
the mailing of a Notice of Abandonment), the Office may 
require: (1) further information as to when the applicant (or 
the applicant’s representative) first became aware of the aban- 
donment of the application; and (2) a showing as to how the 
delay in discovering the abandoned status of the application 
occurred despite the exercise of due care or diligence on the 
part of the applicant (or the applicant’s representative) (see Ex 
parte Pratt, 1887 Dec. Comm’r Pat. 31 (1887)). To avoid delay 
in the consideration of a petition under § 1.137(a)or (b) in 
instances in which such petition was not filed within one year 
of the date of abandonment of the application, applicants should 
include: (1) the date that the applicant first became aware of 
the abandonment of the application; and (2) a showing as 
to how the delay in discovering the abandoned status of the 
application occurred despite the exercise of due care or dili- 
gence on the part of the applicant. 


In either instance, applicant’s failure to carry the burden of 
proof to establish that the “entire” delay was “unavoidable” or 
“unintentional” may lead to the denial of a petition under § 
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1.137(a) or § 1.137(b), regardless of the circumstances that 
originally resulted in the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered 
timely. So long as a renewed petition is timely filed under § 
1.137(d) (including any properly obtained extensions of time), 
the Office will consider the delay in filing a renewed petition 
under § 1.137(a) “unavoidable” under § 1.137(a)(3), and will 
consider the delay in filing a renewed petition under § 1.137(b) 
“unintentional” under § 1.137(b)(3). Where an applicant files 
a renewed petition, request for reconsideration, or other petition 
seeking review of a prior decision on a petition pursuant to § 
1.137 outside the time period specified in § 1.137(d), the Office 
may require, inter alia, a specific showing as to how the entire 
delay was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 
1.137(b)). As discussed supra, a delay resulting from the appli- 
cant deliberately choosing not to persist in seeking the revival 
of an abandoned application cannot be considered “unavoid- 
able” or “unintentional” within the meaning of § 1.137, and 
the correctness or propriety of the decision on the prior petition 
pursuant to § 1.137, the correctness of the applicant’s (or the 
applicant’s representative’s) decision not to persist in seeking 
revival, the discovery of new information or evidence, or other 
change in circumstances subsequent to the abandonment or 
decision to not persist in seeking revival are immaterial to such 
intentional delay caused by the deliberate course of action 
chosen by the applicant. 


Retroactive application of § 1.137(b): 


There was no prohibition in former § 1.137(b) against requests 
for waiver of its one-year filing period requirement; however, 
waiver of the one-year filing period requirement of former § 
1.137(b) was subject to strictly limited conditions (§ 1.183). 
See Final Rule entitled “Changes in Procedures for Revival of 
Patent Applications and Reinstatement of Patents,” published 
in the Federal Register at 58 FR 44277 (August 20, 1993), 
and in the Official Gazette at 1154 Off. Gaz. Pat. Office 35 
(September 14, 1993). Thus, under the terms of former § 1.137, 
an applicant in an application abandoned for more than one 
year could file either a petition under § 1.137(a) to revive the 
application on the basis of “unavoidable” delay, or a petition 
under §§ 1.183 and 1.137(b) to revive the application on the 
basis of “unintentional” delay. That is, where an application 
was abandoned for more than one year, and the delay was 
“unintentional” but not “unavoidable,” it was incumbent upon 
an applicant desiring revival of the application to promptly file 
a petition under §§ 1.183 and 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to this paragraph 
was unintentional.” Thus, where an applicant (or the applicant’s 
representative) previously chose not to seek revival of an appli- 
cation (e.g., due to the opinion that the former provisions of 
§ 1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, 
where an applicant (or the applicant’s representative) previously 
requested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the 
meaning of § 1.137(b). The elimination of the one-year filing 
period requirement in § 1.137(b) does not create a newright to 
overcome any prior intentional delay caused by a deliberate 
course of action (or inaction) chosen by the applicant. Thus, 
any applicant filing a petition under § 1.137 after the effective 
date of this Final Rule, but outside the period set in § 1.137(d) 
for seeking reconsideration of a prior adverse decision on a 
request to revive an application will be considered to have 
acquiesced in the abandonment of the application or lapse of 
the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“[iJn all applications filed before June 8, 1995, and in all design 
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applications filed on or after June 8, 1995” to “[iJn a design 
application, a utility application filed before June 8, 1995, or 
a plant application filed before June 8, 1995” for clarity. Section 
1.137(c) is further amended to change the phrase “any petition 
to revive pursuant to paragraph (a) of this section” to “any 
petition to revive pursuant to this section,” and the phrase “not 
filed within six months of the date of abandonment of the 
applications” is deleted. Section 1.137(c) is further amended 
to change the phrase “must also apply to any patent granted 
on any continuing application entitled under 35 U.S.C. 120 to 
the benefit of the filing date of the application for which revival 
is sought” to “must also apply to any patent granted on any 
continuing application that contains a specific reference under 
35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought,” since it is the claim for, and not the entitle- 
ment to, the benefit of the filing date of the application for 
which revival is sought that triggers the requirement for the 
filing of a terminal disclaimer in the continuing application. 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 
the revival of lapsed patents. In view of the elimination of a 
time period from § 1.137(b), the provisions of former § 1.137(e) 
are incorporated into § 1.137(d) as “[uJnless a decision indicates 
otherwise, this time period may be extended under the provis- 
ions of § 1.136.” 


Section 1.137(e) is amended to expressly provide that a provi- 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or 
(b) so as to be pending for a period of no longer than twelve 
months from its filing date. In accordance with 35 U.S.C. 
111(b)(5S), § 1.137(e) clearly indicates that “[u]nder no circum- 
stances will a provisional application be regarded as pending 
after twelve months from its filing date.” Prior § 1.139(a) and 
(b) each provided that a provisional application may be revived 
so as to be pending for a period of no longer than twelve 
months from its filing date, and that under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail 
date of a notification of abandonment, as well as the retroactive 
application of such a change to the rules of practice. While 
these comments recognized that any filing period requirement 
§ 1.137 is better based upon the date of notification, rather 
than the date of abandonment, they argued that there will inevi- 
tably be instances in which a blameless applicant will not be 
able to meet the filing period requirement due to extenuating 
circumstances. The majority of comments supported amending 
§ 1.137(a) and (b) to remove the filing period requirement, as 
well as the retroactive application of such a change to the rules 
of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms 
of the rule (as discussed supra). 


Comment 64: One comment generally supported the change 
to § 1.137(b) to remove the filing period requirement, but 
expressed concerns as to the routine revival of abandoned appli- 
cations. The comment specifically suggested that the Office 
continue to require a high showing to justify the revival of an 
abandoned application, especially where the petition was filed 
substantially after abandonment or applicant’s receipt of the 
notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will 
require, inter alia, a “showing to the satisfaction of the Commis- 
sioner that the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable” as a prerequisite to 
the grant of any petition based upon unavoidable delay (§ 
1.137(a)). The Office will require, inter alia, a “statement that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
[§ 1.137(b)] was unintentional” by a registered practitioner 
or other party in interest having firsthandknowledge of the 
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circumstances surrounding the delay as a prerequisite to the 
grant of any petition based upon unintentional delay (§ 
1.137(b)). The Office expects that such statement made by a 
registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 
investigation of the circumstances surrounding the abandon- 
ment of the application (§ 10.18), and that such statement by 
any person be consistent with the duty of candor and good 
faith and the duty to disclose material information to the Office 
(§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
§ 1.137(a) was unavoidable. Likewise, regardless of the length 
of the delay, § 1.137(b) requires that the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to § 1.137(b) was uninten- 
tional. As “unintentional” delay does not require that the delay 
have occurred despite the exercise of due care and diligence 
(as does “unavoidable” delay), the Office does not routinely 
require a “showing” of unintentional delay for a petition under 
§ 1.137(b). However, where there may be a question whether 
the delay was unintentional, the Office may require a showing 
of unintentional delay for a petition under § 1.137(b). Such 
question may arise from papers submitted to the Office prior 
to the petition under § 1.137(b) (e.g., a letter of express abandon- 
ment, or other communication evidencing a desire to discon- 
tinue prosecution) or from facts set forth in the petition itself. 
Such question may also arise simply from the length of the 
delay between the date the applicant was notified of the aban- 
doned status of the application and the date action was taken 
to revive the abandoned application, or the length of the period 
of abandonment. Specifically, where there is a delay of three 
months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the 
notice of abandonment) and the date a petition under § 1.137(b) 
was filed, or where the application was abandoned for more 
than one year prior to the date a petition under § 1.137(b) was 
filed, the Office may require further information and a showing 
that the delay was unintentional. 


Finally, it should be stressed that the mere fact that a petition 
under § 1.137(b) was filed within three months of the date the 
applicant was notified of the abandoned status of the application 
(i.e., the mail date of the notice of abandonment) or within one 
year of the date of abandonment does not imply that the delay 
was “unintentional.” That is, an applicant who deliberately 
delays the filing of a petition under § 1.137 until three months 
from the mail dateof the notice of abandonment (or based upon 
the one-year anniversary of the date of abandonment) cannot 
appropriately make the statement that “the delay was uninten- 
tional.” This time frame is provided simply as an indication 
as to when an applicant should expect the Office to inquire 
further into the circumstances of the abandonment of an applica- 
tion for which a petition under § 1.137(b) is filed, and in which 
case the applicant may expedite consideration of such petition 
by providing information as to when applicant was notified of 
the abandoned status of the application, and the cause of the 
delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include 
in § 1.137 all of the basic interpretations and guidelines by 
which the Office applies § 1.137. The comment specifically 
suggested that § 1.137 include the time periods (e.g., three 
months) by which the Office measures the applicant’s diligence 
in taking action to revive the application and the differences 
between post-abandonment delay in taking action to revive the 
application and any pre-abandonment delay which may have 
resulted in the abandonment. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay 
was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). 
The requirements for a petition to revive an abandoned applica- 
tion or lapsed patent are set forth in § 1.137; additionally, the 
Office will set forth its basic interpretations and guidelines for 
application of § 1.137 (instructional information) in the MPEP. 
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Section 1.181 provides the basis for generic requests for relief 
by petition, and sets forth a two-month time period therein for 
the timely filing of a petition (§ 1.181(f)). While the three- 
month time frame employed by the Office during the consider- 
ation petitions under § 1.137 exceeds the two-month period in 
§ 1.181(f) for the timely filing of a petition, this three-month 
period is the most frequently set period for reply by an applicant 
(see MPEP 710.02(b)). While the Office considers the two- 
month period in § 1.181(f) to be the appropriate period by 
which the timeliness of a petition should be determined, it is 
certainly reasonable to expect that any applicant desiring to 
restore an abandoned application to pending status will file a 
petition under § 1.137 to revive such abandoned application 
no later than three months after notification of abandonment 
of the application. See In re Kokaji, 1 USPQ2d 2005, 2006 
(Comm’r Pat. 1986). 


The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry 
by the Office (and, as such, should attempt to provide the 
relevant information in the initial petition to avoid delay), in 
that: (1) it is possible that an applicant is incapable of filing a 
petition under § 1.137 within three months of the date of 
notification of abandonment (e.g., pro se applicant incapaci- 
tated from date of notification of abandonment until action 
taken to revive the application) rendering the entire delay in 
filing the required reply from the due date for the reply until 
the filing of a grantable petition unavoidable; and (2) it is also 
possible that an applicant, by a deliberately chosen course of 
action, delays the filing of a petition under § 1.137 until exactly 
three months after the date of notification of abandonment to 
use this period as an extension of time, in which case a statement 
that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to this paragraph was unintentional” is not appropriate. To 
avoid substitution of the three-month time frame for review by 
the Office forthe requirement for unavoidable or unintentional 
delay, the Office will not amend § 1.137 to include this time 
frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits 
an amendment or other correspondence which is believed by 
the applicant to place the application in condition for allowance 
(and thus constitute a reply within the meaning of § 1.113), 
and, as such, the applicant, in a deliberate course of action/ 
inaction, takes no further steps to ensure the filing a reply 
within the meaning of § 1.113 (e.g., a notice of appeal) to the 
final rejection. The comment suggested that § 1.137 is unclear 
as to whether the delay in this situation, which may be deliberate 
or intentional in the literal sense, would constitute an “uninten- 
tional” delay within the meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” was “unavoid- 
able” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). Thus, inten- 
tional delays occurring prior to the due date for reply to avoid 
abandonment do not preclude relief pursuant to § 1.137. Should 
the delay in the example given extend past the extendable due 
date for reply (under § 1.113) to the final rejection, an appro- 
priate statement of unintentional delay could be made as the 
applicant did not intend to have the deadline for reply under 
§ 1.113 to the final rejection expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) 
or whether to seek or persist in seeking the revival of the 
abandoned application; and (2) a delay resulting from an error 
in judgment as to the steps necessary to continue the prosecution 
delay in seeking revival of the application. Where the abandon- 
ment and ensuing delay results from an error in judgment 
as to whether to permit an application to become abandoned 
(whether to prosecute the application) or whether to seek or 
persist in seeking the revival of the abandoned application, the 
abandonment of such application is considered a deliberately 
chosen course of action, and the resulting delay cannot be 
considered “unintentional” within the meaning of § 1.137(b). 
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Where, however, an error in judgment as to the steps necessary 
to continue prosecution results in abandonment of the applica- 
tion, the abandonment of such application is not necessarily 
considered a deliberately chosen course of action, and the 
resulting delay may be considered “unintentional” within the 
meaning of § 1.137(b). 


However, §§ 1.116 and 1.135(b) are manifest that proceedings 
concerning an amendment after final rejection will not operate 
to avoid abandonment of the application in the absence ofa 
timely and proper appeal. Unless the applicant is informed in 
writing that the application is allowed prior to the expiration 
of the period for reply to the final Office action, it is the 
applicant’s responsibility to timely file a notice of appeal (and 
fee) to avoid the abandonment of the application. The abandon- 
ment of an application subject to a final Office action is not 
“unavoidable” within the meaning of 35 U.S.C. 133 and § 
1.137(a) in the situation in which the applicant simply permits 
the maximum extendable statutory period for reply to a final 
Office action to expire while awaiting a notice of allowance 
or other action. 


Comment 67: One comment opposed the changes to § 1.137 
on the bases that: (1) it permits submarine patents, in that an 
applicant may permit an application to become abandoned and 
wait to see whether the invention was developed by other 
entities; and (2) the revival of along-abandoned application 
will have an adverse impact on the examiner, in that the exam- 
iner who originally examined that application may no longer 
be at the Office, or will have to reacquaint himself or herself 
with the application. 


Response: The change to § 1.137(b) does not permit an appli- 
cant to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the 
applicant deliberately delayed seeking revival to see whether 
the invention was developed by other entities. It is well estab- 
lished that where applicant deliberately permits an application 
to become abandoned, the abandonment of such application 
is considered a deliberately chosen course of action, and the 
resulting delay cannot be considered “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 
1380. Likewise, where the applicant deliberately chooses not 
to either seek or persist in seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the applica- 
tion cannot be considered “unintentional” within the meaning 
of § 1.137(b). The intentional abandonment of an application, 
or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes a finding of unavoidable or unintentional 
delay pursuant to § 1.137. See Maldague, 10 USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of 
an abandoned application, the Office simply must rely upon 
the candor and good faith of those prosecuting patent applica- 
tions (e.g., it is equally possible for a party to fabricate evidence 
and obtain the revival of a long-abandoned application on the 
basis of unavoidable delay). Any applicant obtaining revival 
based upon a misleading statement that the delay was uninten- 
tional may find the achievement short-lived as a result of the 
question of intentional delay being raised by third parties chal- 
lenging any patent issuing from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner; however, long-abandoned 
applications have been previously revived pursuant to § 
1.137(a) on the basis of unavoidable delay. See In re Lonardo, 
17 USPQ2d 1455 (Comm’r Pat.1990) (application revived after 
being abandoned for more than sixteen years). Thus, this change 
to § 1.137(b) will not create a burden on examiners that did 
not exist before, and could in fact reduce the burden as a result 
of the requirement that in applications abandoned for excessive 
periods of time would have to show that the entire delay was 
“unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limita- 
tion in 35 U.S.C. 41(c) is a “good compromise” in regard 
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to a filing period for filing petitions to revive based upon 
unintentional delay. 


Response: The suggestion is not adopted. Changing the one- 
year filing period requirement in § 1.137(b) to a two-year filing 
period requirement would not substantially change the problem 
caused by a filing period requirement, namely, that it causes 
inequitable results in certain instances. In addition, the inclusion 
of any filing period requirement in § 1.137(a) or (b) will likely 
induce applicants, or their representatives, to delay the filing 
of a petition under § 1.137 until the end of such filing period. 
See Application of S, 8 USPQ2d at 1632. The Office has no 
discretion in regard to the twenty-four month filing period 
requirement in 35 U.S.C. 41(c), but the presence of a twenty- 
four month filing period requirement in 35 U.S.C. 41(c) does 
not imply that the Office must place a twenty-four month 
filing period requirement into the rules implementing 35 U.S.C. 
41(a)(7), which contains no filing period requirement. 


Comment 69: One comment opposed the changes to § 1.137 
on the basis that the right to revive an abandoned application 
should be limited due to the public’s right to practice a tech- 
nology “that an applicant has abandoned.” 


Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive 
an abandoned application wherethe abandonment was uninten- 
tional (or unavoidable, the epitome of unintentional), but not 
where the abandonment was intentional. Section 1.137 does 
not authorize the revival of an abandoned application where 
the applicant, by deliberate course of action, has abandoned 
an application or delayed seeking its revival. Additionally, in 
many instances the disclosure in a patent maturing from a 
revived application would not have been disclosed and the 
technology therein would not be public knowledge, but for the 
revival of the application. 


Comment 70: One comment suggested the need for an inter- 
vening rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the 
conduct of proceedings in the Office. Thus, it is unclear whether 
the Office is authorized under 35 U.S.C. 6 to promulgate regula- 
tions including an intervening rights provision. 


Comment 71: Several comments suggested that § 1.137(b) 
be amended to include the “promptly filed” requirement of § 
1.137(a). 


Response: The suggestion is effectively adopted, although via 
a different mechanism as explained below. While there is con- 
siderable merit to the suggestion for the inclusion of a“promptly 
filed” requirement in both § 1.137(a) and (b), the Office has 
eliminated the “promptly filed” requirement from § 1.137(a) 
to avoid confusion between “promptly filed” and “unavoidable 
delay.” The phrase “promptly filed” has been associated with 
§ 1.137(a)and its requirement for “unavoidable” delay, and, as 
such, the inclusion of a “promptly filed’ requirement in § 
1.137(b) might cause confusion in regard to the distinction 
between the circumstances that constitute unavoidable delay 
and the circumstances that constitute unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” has been 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)) to 
clarify the requirements for a petition under § 1.137(a) and (b). 
As discussed supra, an applicant who fails to file a petition 
under § 1.137(a) or (b) “promptly” upon becoming notified, 
or otherwise becoming aware, of the abandonment of the appli- 
cation will not be able to show that “the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable,” and will probably not even be able to make an 
appropriate statement that “the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 
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Comment 72: One comment questioned how a patent could 
lapse for failure to pay the issue fee, as a patent does not issue 
unless the issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant 
timely submits the sum specified in the Notice of Allowance 
as the issue fee, but a balance of the issue fee remains out- 
standing (due to a fee increase), the patent will lapse unless 
the balance of the issue fee is timely paid. See Mills, 12 USPQ2d 
at 1848; see also Ex parte Crissy, 201 USPQ 689 (Bd. Pat. 
App.1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office 
action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 


The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In 
an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must 
be the payment of the issue fee or any outstanding balance 
thereof. 


As discussed supra, there may be circumstances under which 
the Office may require a continuing application to meet this 
reply requirement. Nevertheless, in a nonprovisional applica- 
tion abandoned for failure to prosecute, a continuing application 
is generally apermissive (i.e., “may be met”) reply, in that an 
applicant in a nonprovisional application abandoned for failure 
to prosecute may file a reply under § 1.111 to anon-final Office 
action or a reply under § 1.113 (e.g., notice of appeal) to a 
final Office action, or may simply file a continuing application 
as the required reply. In an application or patent, abandoned 
or lapsed for failure to pay any portion of the required issue 
fee, the issue fee or any outstanding balance thereof is the 
mandatory (i.e., “must be”) reply. As the “continuing applica- 
tion” option is limited to an abandoned nonprovisional applica- 
tion, the reply in an abandoned provisional application must 
be any outstanding reply to an Office requirement. 


Comment 74: One comment suggested that § 1.137(c) be 
amended to take into account the provision in 35 U.S.C. 154(c) 
that an application (other than a design application) is entitled 
to a patent term of not less than twenty years from its filing 
date, or if the application contains a specific reference to an 
earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c), 
the date twenty years from the filing date of the earliest such 
application(s). 


Response: The suggestion is not adopted. The Office considers 
this situation to be applicableto a relatively small class of 
applications, and, as such, does not deem it prudent to introduce 
into § 1.137(c) the complexity necessary to account for this 
situation. Applicants in this situation (e.g., instances in which 
an application filed prior to June 8, 1995, is to be revived 
solely for purposes of copendency with an application filed on 
or after June 8, 1995) may file a petition pursuant to § 1.183 
requesting that the Office waive the provisions of § 1.137(c) 
to the extent that § 1.137(c) requires a disclaimer of the period 
in excess of the date twenty years from the filing date of the 
application, or if the application contains a specific reference 
to an earlier filed application(s) under 35 U.S.C. 120, 121, or 
365(c), the date twenty years from the filing date of the earliest 
such application(s). The Office will refund the § 1.17(h) petition 
fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph 
of § 1.137 read: 


Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing 
date of the provisional application. No application filed more 
than twelve months after the filing date of a provisional applica- 
tion is entitled to a claim of priority from the provisional 
[application], notwithstanding the copendency of any petition 
to revive the provisional application. 
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Response: The suggestion is not adopted. 35 U.S.C. 
111(b)(3)(C) authorizes the revival of an abandoned application 
on the basis of unavoidable or unintentional delay. 35 
U.S.C.111(b)(5) provides that a “provisional application shall 
be regarded as abandoned 12 months after the filing date of 
such application and shall not be subject to revival thereafter.” 
35 U.S.C. 111(b) does not contain any limitation on the filing 
date of a petition to revive an abandoned provisional application 
(or the date by which such a petition must be granted), but 
only a limitation as to the period of pendency of the provisional 
application. Thus, § 1.137(e) as adopted provides that ”[a] 
provisional application . . . may be revived . . . so as to be 
pending for a period of no longer than twelve months from its 
filing date. Under no circumstances will a provisional applica- 
tion be regarded as pending after twelve months from its filing 
date.” 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to§ 1.137. 


No comments were received regarding the proposed change to 
§ 1.139. 


Section 1.142; Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.142. 


Section 1.144: Section 1.144 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.144. 


Section 1.146: Section 1.146 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)(1), and (a)(2) for clarification. 


Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
requirements of § 1.84(a)(2) inasmuch as color may be an 
integral element of the ornamental design. While pen and ink 
drawings may be lined for color, a clear showing of the configu- 
ration of the design may be obscured by this drafting method. 
New technologies, such as holographic designs, fireworks and 
laser light displays may not be accurately disclosed without 
the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the 
“design for an article” not the article, per se. Therefore, to 
comply with the requirements of 35 U.S.C. 112, 1, it is only 
necessary that the design as embodied in the article be fully 
disclosed and not the article itself. The term “must” has been 
replaced by the term “should” to allow for latitude in the 
illustration of articles whose configuration may be understood 
without surface shading. Clarification language has been added 
to note that the use of solid black surfaces is permitted for 
representation of the color black as well as color contrast and 
that photographs and ink drawings must not be combined as 
formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifi- 
cally, § 1.152(b) provides that any details disclosed in the ink 
or color drawings, or photographs deposited with the original 
application papers constitutes an integral part of the disclosed 
and claimed design, except as otherwise provided in § 1.152(b). 
Section 1.152(b) further specifies that this detail may include 
color or contrast, graphic or written indicia, including identi- 
fying indicia of a proprietary nature (e.g., a company logo), 
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surface ornamentation on an article, or any combination thereof. 
The “but not limited to” phrase in§ 1.152(b) clarifies that this 
list is exemplary, not exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an inte- 
gral part of the disclosed and claimed design, a specific dis- 
claimer must appear in the original application papers either 
in the specification or directly on the drawings or photographs. 
This specific disclaimer in the original application papers will 
provide antecedent basis for the omission of the disclaimed 
detail(s) in later-filed drawings orphotographs. That is, in the 
absence of such a disclaimer, later-filed formal or informal 
drawings not including any detail disclosed in the original 
drawings will be considered tocontain new matter, and will be 
treated accordingly. See 35 U.S.C. 112, 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misun- 
derstand the implications of submitting a design drawing in 
color and suggested that § 1.152 should explain and give notice 
of the consequences of submitting an initial color drawing in 
design applications. 


Response: The comment has been adopted. 


Section 1.152(b)(2) provides that when informal color drawings 
or photographs are deposited with the original application 
papers without a disclaimer pursuant to § 1.152(b)(1), formal 
color drawings or photographs, or a black and white drawing 
lined to represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“[ajrrangement of application elements” for consistency with 
§§ 1.77 and 1.163. Section 1.154 paragraph (a) is amended to 
clarify that a voluntary submission (see comments under § 
1.152 relating to substitution of “design” for “article”) may 
and should be made of “a brief description of the nature and 
intended use of the article in which the design is embodied.” 
It is current practice for design examiners, in appropriate cases, 
to inquire as to the nature and intended use of the article in 
which a claimed design is embodied. The submission of such 
description will allow for a more accurate initial classification, 
and aid in providing a proper and complete search at the time 
of the first action on the merits. In those instances where this 
feature description is necessary to establish a clear under- 
standing of the article in which the design is embodied, provi- 
sion of the feature description would help in reducing pendency 
by eliminating the necessity for time-consuming correspon- 
dence. Specifically, requests for information prior to first action 
would be avoided. Absent an amendment requesting deletion 
of the description it would be printed on any patent that would 
issue. 


No comments were received regarding the proposed change to 
§ 1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[s]pecification and arrangement of application elements” for 
consistency with §§ 1.77 and 1.154. Section 1.163(b) is 
amended to remove an unnecessary and outmoded reference 
to a “legible carbon copy of the original” specification for plant 
applications. 


No comments were received regarding the proposed change to 
§ 1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove 
the reference to the artistic and competent execution of plant 
patent drawings is withdrawn. 


Comment 77: One comment argued that the language proposed 
to be deleted was actually relied upon by examiners to obtain 
new and better illustrations. 


Response: The comment was adopted to the extent that the 
proposed change is withdrawn to allow for further study of 
what language related to the type of plant drawings should 
appear in § 1.165. 
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Section 1.167: Section 1.167 is amended to include only the 
language of former § 1.167(a), in that paragraph (b) is removed 
as unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission 
of affidavits by qualified agricultural or horticultural experts 
regarding the novelty and distinctiveness of the variety of plant. 
Section 1.132 relates to affidavits traversing grounds of rejec- 
tion, and is recognized as the appropriate rule under which an 
affidavit may be submitted which does not fall within or under 
other specific rules. See MPEP 716. 


Section 1.171: Section 1.171 is amended to no longer require 
an order for a title report in reissue applications as the require- 
ment for a certification on behalf of all the assignees under 
concomitantly amended § 1.172(a) obviates the need for a 
title report and fee therefor. Section 1.171 is also amended by 
deletion of the requirement for an offer to surrender the patent, 
which offer is seen to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with 
§ 3.73(b). The amendment as originally proposed repeated 
requirements found in § 3.73(b) rather than incorporating § 
3.73(b), as assignees of a part interest are frequently involved 
in reissue applications. 


Comment 79: One comment noted that the proposed amend- 
ment repeated requirements already found in § 3.73(b) and was 
unnecessary. 


Response: The comment was adopted, in that § 1.172 is 
amended to simply reference § 3.73(b). Section 3.73(b) is 
amended to replace a reference to an assignee of the entire 
right, title and interest with a reference to an assignee, so as 
to include assignees of a part interest. 


Section 1.175: Section 1.175 relating to the content of the 
reissue oath or declaration (MPEP1414), as well as §§ 1.48 
and 1.324 relating to correction of inventorship in an application 
and in a patent, respectively, are amended to remove the require- 
ment for a factual showing relating to a matter in which a lack 
of deceptive intent must be established. A statement as to 
a lack of deceptive intent is sufficient to meet the statutory 
requirement under 35 U.S.C. 251 of a lack of deceptive intent 
relating to the error(s) to be corrected by reissue, and a factual 
showing of how the error(s) to be corrected by reissue arose 
or occurred is not required. As the Office no longer investigates 
fraud and inequitable conduct issues and a reissue applicant’s 
statement of a lack of deceptive intent is normally accepted 
on its face (See MPEP 1448), the requirement in former § 
1.175(a)(5) that it be shown how the error(s) being relied upon 
arose or occurred without deceptive intent on the part of the 
applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially 
identified error(s), under paragraph (a), and any subsequently 
identified error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for 
a factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need 
for continued investigation by the Office. One comment, while 
agreeing that some relaxation of reissue oath or declaration 
requirements are in order, stated that the Office should not 
decline to investigate entirely or adopt a pro forma requirement 
that can merely be incanted. Two comments stated that it is 
hard to get the courts to review this issue and that the courts 
and the public are at a disadvantage absent an explanation of 
how the error occurred. 


Response: Current Office practice is to reject reissue applica- 
tions only where there is “smoking gun” evidence of deceptive 
intent, which will not be demonstrated by the type of inquiry 
limited to a showing of how the error arose or occurred without 
the ability to subpoena witnesses or evidence. Accordingly, the 
burden presented on all reissue applicants based on the mere 
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collection of such information for every error is not seen to be 
warranted. 


Comment 81: One comment suggested that a final declaration 
is not needed, and that, as an alternative, counsel should be 
allowed to submit a statement based on information and belief 
counsel is not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been 
made without deceptive intention to be corrected via reissue. 
Accordingly, all errors being corrected by reissue must have 
been made without deceptive intention, in that an error made 
with deceptive intention cannot be bootstrapped onto an error 
made without deceptive intention and corrected via reissue. 
The parties with the best knowledge of the lack of deceptive 
intention are the patentees and owners of the patent, not counsel 
for the reissue application. 


An initial reissue oath or declaration filed pursuant to § 1.175(a) 
is limited to identification ofthe cause(s) of the reissue, and 
stating generally that all errors being corrected in the reissue 
application at the time of filing of the oath or declaration 
arose without deceptive intent. Paragraph (a)(1) requires the 
identification of at least one error and only one error may be 
identified as the basis for reissue. The current practice under 
§ 1.175(a)(3) and (a)(5) of specifically identifying all errors 
being corrected at the time of filing the initial oath or declaration 
is not retained. Although only one error need be identified to 
provide a basis for reissue, where only one error among more 
than one is so identified, applicant should carefully monitor 
that the error is retained or submit a supplemental oath or 
declaration identifying another error or errors. 


Comment 82: One comment suggested that since a reissued 
patent and a reexamined patent may also be reissued, paragraph 
(a)(1) of § 1.175 may be clarified to substitute for “original 
patent” “reissued,” or “existing patent” as what is wholly or 
partly inoperative or invalid. 


Response: The effect of a reissue or reexamination proceedings 
is to cause a substitution for the original patent so that the 
reissued or reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental reissue 
oath or declaration for errors corrected that were not covered 
by an earlier presented reissue oath or declaration, such as the 
initial oath or declaration pursuant to paragraph (a) of this 
section or one submitted subsequent thereto (a supplemental 
oath or declaration under this paragraph), stating generally that 
all errors being corrected, which are not covered by an earlier 
presented oath or declaration pursuant to § 1.175(a) and (b), 
arose without any deceptive intention on the part of the appli- 
cant. A supplemental oath or declaration that refers to all errors 
that are being corrected, including errors covered by a reissue 
oath or declaration submitted pursuant to paragraph (a) of this 
section, would be acceptable. The specific requirement for a 
supplemental reissue oath or declaration to cover errors sought 
to be corrected subsequent to the filing of an initial reissue 
oath or declaration is not a new practice, but merely recognition 
of a current requirement for a supplemental reissue oath or 
declaration when additional errors are to be corrected. However, 
the current practice of specifically identifying all supplemental 
errors being corrected in a supplemental reissue oath or declara- 
tion is not retained. 


A supplemental oath or declaration under paragraph (b)(1) must 
be submitted prior to allowance. The supplemental oath or 
declaration may be submitted with any amendment prior to 
allowance, paragraph (b)(1)(i), or in order to overcome a rejec- 
tion under 35 U.S.C. 251 made by the examiner where there 
are errors sought to be corrected that are not covered by a 
previously filed reissue oath or declaration, paragraph (b)(1)(ii). 
Any such rejection by theexaminer will include a statement that 
the rejection may be overcome by submission of a supplemental 
oath or declaration, which oath or declaration states that the 
errors in issue arose without any deceptive intent on the part 
of the applicant. An examiner ordinarily will be introducing a 
rejection under 35 U.S.C. 251 based on the lack of a supple- 
mental declaration for the first time in the prosecution once 
the claims are determined to be otherwise allowable. The intro- 
duction of a new ground of rejection under 35 U.S.C. 251 will 
not prevent an action from being made final, except first actions 
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pursuant to § 1.113(c), because of the combination of the fol- 
lowing factors: (1) the finding of the case in condition for 
allowance is the first opportunity that the examiner has to make 
the rejection; (2) the rejection is being made in response to an 
amendment of the application (to deal with the errors in the 
patent); (3) all applicants are on notice that this rejection will 
be made upon finding of the case otherwise in condition for 
allowance where errors have been corrected subsequent to the 
last oath or declaration filed in the case, therefore, the rejection 
should have been expected by applicant; and (4) the rejection 
will not prevent applicant from exercising any rights as to curing 
the rejection, since applicant need only submit the supplemental 
oath or declaration with the above-described language, and it 
will be entered to cure the rejection provided it raises no addi- 
tional issue, such as an informality or substantive reissue ques- 
tion (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 


A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indi- 
cates that a supplemental oath or declaration under this para- 
graph would overcome the rejection, applicants are encouraged 
to authorize the payment of the issue fee at the time the supple- 
mental reissue oath or declaration is submitted in view of the 
clear likelihood that the reissue application will be allowed on 
the next Office action. Such authorization will reduce the delays 
in the Office awaiting receipt of the issue fee. Where there are 
no errors to be corrected over those already covered by an oath 
or declaration submitted under paragraphs (a) and (b)(1) of this 
section (e.g., the application is allowed on first action), or 
where a supplemental oath or declaration has been submitted 
prior to allowance and no further errors have been corrected, 
a supplemental oath or declaration under this paragraph, or 
additional supplemental oath or declaration under paragraph 
(b)(1), would not be required. 


Paragraph (b)(2) provides that for any error sought to be cor- 
rected after allowance (e.g.,under § 1.312), a supplemental oath 
or declaration must accompany the requested correction stating 
that the error(s) to be corrected arose without any deceptive 
intent on the part of the applicant. 


The quotes around lack of deceptive intent, currently found in 
§ 1.175(a)(6), are removed as the exact language is not required. 
The reference to § 1.56, currently found in § 1.175(a)(7), is 
removed as unnecessary in view of the reference to § 1.56 in 
§ 1.63 that is also referred to by § 1.175(a). The stated ability 
of applicant to file affidavits or declarations of others and 
the ability of the examiner to require additional information, 
currently found in § 1.175(b), is deleted as unnecessary in view 
of 35 U.S.C. 131 and 35 U.S.C 132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under 
this section need not identify any errors other than what was 
identified in the original oath or declaration provided at least 
one of the originally identified errors to be corrected is retained 
to provide a basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is 
inserted to clarify that the initial oath or declaration under § 
1.175(a) including those requirements under § 1.63 need not 
be submitted (with the specification, drawing and claims) in 
order to obtain a filing date. 


Section 1.176: The adoption of a final change to § 1.176 is 
held in abeyance pending further consideration by the Office 
of the decision by the Federal Circuit in Jn re Graff, 111 
F.3d874, 42 USPQ2d 1471 (Fed. Cir. 1997). Graff involved 
two issues: (1) whether it is permissible to have a continuation 
of a reissue application when the reissue application has issued 
as a reissue patent; and (2) whether broadened claims can be 
presented more than two years after the original patent date in 
a reissue application which was filed within two years but did 
not include any broadened claims. While Graff is more directly 
related to § 1.177 than § 1.176, §§ 1.176 and 1.177 are suffi- 
ciently interrelated that the Office considers it appropriate to 
hold the final changes to both § 1.176 and § 1.177 in abeyance 
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pending further consideration by the Office of the decision in 
Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and 
the original patent claims, by the examiner would be permitted 
in § 1.176 while § 1.177 would prohibit multiple reissue patents 
except among the distinct and separate parts of the thing pat- 
ented. 


Response: The comment will receive further consideration 
when a final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to 
discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise 
by the Commissioner pursuant to petition. As discussed supra, 
the adoption of a final change to § 1.177 is held in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 84: One comment would limit the granting of mul- 
tiple reissue patents on different dates to where a petition for 
the grant of multiple reissue patents has been approved prior 
to the issuance of any reissue patent. Another comment thought 
that only one petition fee should be charged notwithstanding 
whether a petition in more than one reissue application is 
required. 


Response: The comments will receive further consideration 
when a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be 
made, see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences 
of failure to pay a petition fee. 


Response: The comment has been adopted. 


Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such 
other requirements as may be imposed” by the Commissioner, 
language similar to that appearing for petitions under § 1.183. 
The proposal to remove the statement that a decision on a 
petition thereunder will be communicated to interested parties 
in writing is withdrawn. 


Comment 86: One comment opposed the proposal to remove 
the statement that a decision on a petition under § 1.182 will 
be communicated to interested parties in writing, arguing that 
it would not be appropriate for the Office to decide a petition 
under § 1.182 without communicating the decision to the inter- 
ested parties in writing. 


Response: The suggestion is adopted. The Office did not pro- 
pose to remove the statement that a decision on a petition under 
§ 1.182 will be communicated to interested parties in writing 
because the Office intended to discontinue providing written 
decisions on petitionsunder § 1.182 (or any other petition), but 
because it was considered unnecessary to state as much in the 
rule itself. While the Office will communicate the decision on 
any petition under § 1.182 to the interested parties in writing, 
such decision may not always take the form of a traditional 
decision on petition. For example, the grant of a petition under 
§ 1.182 to accept the omitted page(s) or drawing(s) in a nonpro- 
visional application and accord the date of such submission as 
the application filing date will be indicated by the issuance of 
a new filing receipt stating the filing date accorded the applica- 
tion. See Notice entitled “Change in Procedure Relating to 
an Application Filing Date” published in the Federal Register 
at 61 FR30041, 30043 (June 13, 1996), and in the Official 
Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to com- 
ment relating to § 1.101. 
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Section 1.184 relates to the refusal of a subsequent Commis- 
sioner to reconsider a case once decided by a previous Commis- 
sioner, except in accordance with principles which govern the 
granting of new trials. As the Commissioner is free to waive any 
requirement of the rules not required by statute, the prohibition 
against reconsideration is ineffective. Additionally, the deletion 
of the material does not necessarily represent an intent to engage 
in reconsideration of matters previously decided. 


Section 1.191: Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, 
any of whose claims have been twice or finally (§ 1.113) 
rejected (rather than “any of the claims of which have been 
twice rejected or given a final rejection (§ 1.113)”), to file an 
appeal to the Board of Patent Appeals and Interferences (Board) 
to better track the language of 35 U.S.C. 134. Section 1.191(a) 
is also amended to: (1) explicitly refer to a “notice of appeal” 
to provide antecedent for such term in § 1.192; (2) replace 
“response” with “reply” in accordance with the change to § 
1.111; and (3) refer to § 1.17(b) for consistency with the change 
to § 1.17. 


Comment 88: One comment argued that the proposed change 
to § 1.191, limiting the “twice rejected” requirement for appeal 
to a particular application, was inconsistent with 35 U.S.C.134, 
as indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., 
December 27, 1994). A second comment argued that § 1.191 
should permit an appeal based on one rejection in a prior 
application and one rejection in a continuing application to 
avoid requiring an applicant to file a pro form a reply to meet 
the requirement that the particular application be twice rejected. 


Response: The comments have been adopted by elimination 
of the limitation to twice rejected being related to a particular 
application. To avoid inconsistency between § 1.191 and 35 
U.S.C. 134, § 1.191 as adopted tracks the language of 35 U.S.C. 
134, except that § 1.191 states “twice or finally (§ 1.113) 
rejected” rather than “twice rejected.” The patent statute and 
rules of practice do not permit an application to be finally 
rejected (even under first actionfinal practice) under 35 U.S.C. 
132, unless the applicant is one “whose claims have been twice 
rejected” within the meaning of 35 U.S.C. 134. Thus, the phrase 
“or finally (§ 1.113)” may be viewed as redundant. Neverthe- 
less, as applicants generally delay appeal until final action 
(although Pub. L. 103-465 may change this practice), and there 
has been some confusion as to when 35 U.S.C. 134 and § 1.191 
permit an applicant to appeal a rejection, § 1.191(a) as adopted 
states “twice or finally (§ 1.113) rejected.” 


Section 1.191(b) is amended to eliminate the requirement for 
a notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, 
which is necessary to avoid dismissal of the appeal. Section 
1.33 requires that an appeal brief filed in either an application 
(§ 1.33(b)) or a reexamination proceeding (§ 1.33(c)) be signed. 
Thus, a signed appeal brief under § 1.192 (which must be filed 
to avoid dismissal of the appeal) will serve to, in effect, ratify 
any unsigned notice of appeal under § 1.191. Likewise, the 
former requirement of § 1.191(b) for an identification of the 
appealed claims is unnecessary as § 1.192(c)(3) requires that 
the appeal brief, inter alia, identify the “claims appealed.” 
While it is no longer specifically required by § 1.191(b), an 
applicant or patent owner should continue to sign notice of 
appeals under § 1.191(b) (like other papers) and to also identify 
the claims appealed. The change to § 1.191(b), in effect, permits 
an appeal brief to constitute an automatic “correction” of a 
notice of appeal that is not signed or does not identify the 
appealed claims. 


The failure to timely file an appeal brief will result in dismissal 
of an appeal (§ 1.192(b)). Thus, the failure to timely file an 
appeal brief (signed in compliance with § 1.33(b) or (c)) after 
the filing of an unsigned notice of appeal will result in dismissal 
of the appeal as of the expiration date (including any extensions 
of time actually obtained) for filing such appeal brief. It will 
not result in treatment of the application or patent under reexam- 
ination as if the notice of appeal had never been filed. This 
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distinction is significant in an application containing allowed 
claims, in that dismissal of an appeal results in cancellation 
of the rejected claims and allowance of the application, not 
abandonment of the application (which would have occurred 
if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of 
appeal to be signed and to identify the appealed claims to avoid 
the delay and expense to the applicant and the Office that is 
involved in treating a defective notice of appeal. These changes 
were not made to encourage the filing of unsigned notices of 
appeal or notices of appeal that do not identify the claims 
being appealed; rather, a notice of appeal should be signed and 
identify the claims appealed. As the change to § 1.191(b) does 
not affect other papers submitted with a notice of appeal (e.g., 
an amendment under § 1.116) or other actions contained within 
the notice of appeal (e.g., an authorization to charge fees to a 
deposit account), the failure to sign a notice of appeal (or 
accompanying papers) may have adverse effects notwith- 
standing the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
the appeal fee to a deposit account as payment of the notice 
of appeal fee (§ 1.17(b)) will be unacceptable as lacking the 
appeal fee, as § 1.191(b) applies to the notice of appeal, but 
not to an authorization to charge a deposit account that happens 
to be included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 


1.111, and to refer to § 1.17(c) for consistency with the change - 


to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit 
on briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as §§ 1.194, 1.196, and 
1.197, are amended to change “the appellant” to “appellant” 
for consistency. Section 1.193 is also amended by revision of 
paragraph (a) into paragraphs (a)(1) and (a)(2) and revision of 
paragraph (b) into paragraphs (b)(1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that 
the phrase “and a petition from such decision may be taken 
to the Commissioner as provided in § 1.181” is deleted as 
superfluous. Section 1.181(a), by its terms, authorizes a petition 
from any action or requirement of an examiner in the ex parte 
prosecution of an application which is not subject to appeal. 


Section 1.193(a)(2) specifically prohibits the inclusion of a new 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes 
to add or amend one or more claims, (2) appellant was advised 
(in an advisory action) that the amendment under § 1.116 would 
be entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action 
from which the appeal was taken (e.g., the final rejection) 
would be used to reject the added or amended claim(s), then 
(1) the appeal brief must address the rejection(s) of the claim(s) 
added or amended by the amendment under § 1.116 as indicated 
in the advisory action, and (2) the examiner’s answer may 
include the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory 
action. This provision of § 1.193(a)(2) is intended for those 
situations in which a rejection is stated (i.e., applied to some 
claim) in the final Office action, but due to an amendment 
under § 1.116 (after final) such rejection is now applicable to 
a claim that was added or amended under § 1.116. For example, 
when an amendment under § 1.116 cancels a claim (the “can- 
celed claim”) and incorporates its limitations into the claim 
upon which it depends or rewrites the claim as a new indepen- 
dent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations 
of the canceled claim (i.e., the only difference between the 
appealed claim and the canceled claim is the claim number). 
In such situations, the appellant has been given a fair opportu- 
nity to react to the ground of rejection (albeit to a claim having 
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a different claim number). Thus, the Office does not consider 
such a rejection to constitute a “new ground of rejection” within 
the meaning of § 1.193(b). Nevertheless, § 1.193(b)(2) 
expressly permits such a rejection on appeal and further pro- 
vides that “(t]he filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendmen tunder § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken“ to eliminate controversy as to the rejection(s) to which 
claim(s) added or amended under § 1.116 may be subject on 
appeal. 

The phrase “individual rejections” in § 1.193(a)(2) addresses 
the situation in which claim 2 (which depends upon claim 1) 
was rejected under 35 U.S.C. 103 on the basis of A in view 
of B and claim 3 (which depends upon claim 1) was rejected 
under 35 U.S.C. 103 on the basis of A in view of C, but no 
claim was rejected under 35 U.S.C. 103 on the basis of A in 
view of B and C, and an amendment under § 1.116 proposes 
to combine the limitations of claims 2 and 3 together into new 
claim 4. In this situation, the action from which the appeal is 
taken sets forth no rejection on the basis of A in view of B and 
C, and, as such, § 1.193(a)(2) does not authorize the inclusion of 
rejection of newly proposed claim 4 under 35 U.S.C. 103 on 
the basis of A in view of B and C in the examiner’s answer. 
Of course, as a claim including the limitations of both claim 
2 and claim 3 is a newly proposed claim in the application, 
such an amendment under § 1.116 may properly be refused 
entry as raising new issues. Conversely, that § 1.193(a)(2) 
would authorize the rejection in an examiner’ s answer of aclaim 
sought to be added or amended in an amendment under § 1.116 
has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions 
of § 1.193(a)(2) control the rejections to which a claim added 
or amended in an amendment under § 1.116 may be subject 
in an examiner’s answer. 


While § 1.193(a) generally prohibits a new ground of rejection 
in an examiner’s answer, it does not prohibit the examiner 
from expanding upon or varying the rationale for a ground of 
rejection set forth in the action being appealed. That is, the 
parenthetical definition of “new ground of rejection” in MPEP 
1208.01 as including an “other reason for rejection” of the 
appealed claims means another basis for rejection of the 
appealed claims, and not simply another argument, rationale, 
or reason submitted in support of a rejection previously of 
record. 


There is no new ground of rejection when the basic thrust of 
the rejection remains the same such that an appellant has been 
given a fair opportunity to react to the rejection. See Jn re 
Kronig, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426-27 
(CCPA 1976). Where the statutory basis for the rejection 
remains the same, and the evidence relied upon in support of 
the rejection remains the same, a change in the discussion of 
or rationale for supporting the rejection does not constitute a 
new ground of rejection. Jd. at 1303, 190 USPQ at 427 (reliance 
upon fewer references in affirming a rejection under 35 U.S.C. 
103 does not constitute a new ground of rejection). Where the 
examiner simply changes (or adds) a rationale for supporting 
a rejection, but relies upon the same statutory basis and evidence 
in support of the rejection, there is no new ground of rejection. 


In any event, an allegation that an examiner’s answer contains 
an impermissible new ground of rejection is waived if not 
timely (§ 1.181(f)) raised by way of a petition under § 1.181 (a). 


Section 1.193(b)(1) provides appellant with a right to file a 
reply brief in reply to an examiner’s answer which is not 
dependent upon a new point of argument being present in the 
examiner’s answer. The former practice of permitting reply 
briefs based solely on a finding of a new point of argument, 
as set forth in former paragraph (b), is eliminated thereby 
preventing present controversies as to whether a new point of 
argument has been made by the primary examiner. Appellant 
would be assured of having the last submission prior to review 
by the Board. Upon receipt of a reply brief, the examiner would 
either acknowledge its receipt and entry or reopen prosecution 
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to respond to any new issues raised in the reply brief. Should 
the Board desire to remand the appeal to the primary examiner 
for comment on the latest submission by appellant or to clarify 
an examiner’s answer (MPEP 1211, 1211.01, and1212), appel- 
lant would be entitled to submit a reply brief in reply to the 
answer by the examiner to the Board’s inquiry, which answer 
would be by way of a supplemental examiner’s answer. 


Thus, § 1.193(a)(2) does not permit a new ground of rejection 
in an examiner’s answer, and § 1.193(b)(1) does not, in the 
absence of a remand by the Board, permit an answer (other 
than a mere acknowledgment) to a timely filed reply brief. 
Section 1.193 requires the examiner to reopen prosecution to 
either: (1) enter a new ground of rejection; or (2) provide a 
substantive answer to a reply brief. 


Section 1.193(b)(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner’s 
reopening of prosecution under § 1.193(b)(1), appellant would 
be able to file a request to reinstate the appeal and a supple- 
mental appeal brief as an alternative to filing a reply (under 
§§ 1.111 or 1.113, as appropriate) to the Office action. Amend- 
ments, affidavits or other new evidence, however, would not 
be entered if submitted with a request to reinstate the appeal. 
Like a reply brief, a supplemental appeal brief submitted pur- 
suant to § 1.193(b)(2)(ii) need not reiterate the contentions set 
forth in a previously filed appeal brief(or reply brief), but need 
only set forth appellant’s contention with regard to the new 
ground of rejection(s) raised in the Office action that reopened 
prosecution. The supplemental appeal brief will automatically 
incorporate all issues and arguments raised in the previously 
filed appeal brief (or reply brief), unless appellant indicates 
otherwise. 


The intent of the change to § 1.193(b) is to give appellant 
(rather than the examiner) the option to continue the appeal if 
desired (particularly under Pub. L. 103-465), or to continue 
prosecution before the examiner in the face of a new ground 
of rejection. Should a supplemental appeal brief be elected as 
the reply to the examiner reopening prosecution based on a 
new ground of rejection under § 1.193(b)(1), the examiner may 
under § 1.193(a)(1) issue an examiner’s answer. Where an 
appeal is reinstated pursuant to § 1.193(b)(2)(ii), no additional 
appeal fee is currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment 
argued that the Board, rather than the examiner, should deter- 
mine whether the appellant should be permitted to file a reply 
brief. 


Response: Section 1.193 as adopted permits an appellant to 
file a reply brief as a matter of right. This change eliminates 
the authority of an examiner to refuse entry of a timely filed 
reply brief. 


Comment 91: One comment suggested that a reasonable page 
limit could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply 
brief. These comments argued that requiring an entirely new 
brief reiterating previously submitted arguments, rather than a 
mere reply to the examiner’s answer, would result in a less 
readable and coherent record. 


Response: Section 1.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to 
reply to an examiner’s answer or and a supplemental appeal 
brief where the appellant requests reinstatement of an appeal. 
Contentions (orinformation) set forth in a previously filed 
appeal (or reply brief) need not be reiterated in a reply brief 
or supplemental appeal brief. 


Comment 93: A number of comments favored prohibiting a 
new ground of rejection in an examiner’s answer. 
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Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner’s answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, §§ 
1.193 or 1.113 should be amended to state that the action issued 
by the examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.” Whether the action subse- 
quent to the reopening of prosecution may be made final will 
be determined solely by whether such action includes a new 
ground of rejection not necessitated by amendment of the appli- 
cation by the applicant. Thus, where an amendment under § 
1.116 entered as a result of reopening of prosecution necessi- 
tates a new ground of rejection, the action immediately subse- 
quent to the reopening of prosecution may be made final. See 
MPEP 706.07(a) and 1208.01. 


Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits 
and other evidence to address the new ground of rejection. 
Another comment desired the ability to reply directly to the 
Board for any new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct 
the prosecution of the application and not act as an appellate 
review. Amended claims, affidavits and other evidence should 
be seen by the examiner first for a determination as to whether 
a new search is required, to conduct any newly required search, 
and also to evaluate the newly submitted and any newly discov- 
ered material at the examination level. See comments to § 
1.196(d). 


Comment 96: One comment would further amend § 1.193 to 
waive any subsequent appeal notice fee and appeal brief fee, 
and start the time period for extension of patent from the time 
of first appeal in that if the examiner did his or her duty properly 
there would be no need to reopen prosecution. 


Response: Under current practice, a new fee is due for each 
notice of appeal, each brief, and each request for an oral hearing, 
so long as a decision on the merits by the Board resulted from 
the prior notice of appeal, brief, and request for an oral hearing. 
Thus, when an examiner reopens prosecution after appeal but 
prior to a decision by the Board on the appeal, the fee for the 
notice of appeal, brief, and request for an oral hearing will 
apply to a later appeal. The change to § 1.193 in this Final 
Rule is not germane to patent term extension under 35 U.S.C. 
154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the 
filing of an appeal brief is not necessarily a concession that 
the rejection of the appealed claims was in error. It is often 
the case that prosecution is reopened subsequent to the filing 
of an appeal brief in the situation in which the examiner con- 
siders the rejection of the appealed claims to be appropriate 
(and thus the appeal to be without merit), but discovers a better 
basis for rejecting the claims at issue (e.g., even better prior 
art references). To characterize an examiner, who decides to 
reopen prosecution to avoid wasting the Board’s resources (and 
the appellant’s time) with a rejection that is not the best possible 
rejection of the appealed claims, as an examiner who is not 
properly performing his or her duties, would be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground 
of rejection in an examiner’s answer. The comment argued that 
this change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection 
in an examiner’s answer otherwise received overwhelming sup- 
port. Under Pub. L. 103-465, any delay in prosecution resulting 
from the reopening of prosecution is to the detriment of the 
applicant. Thus, it is considered appropriate to give the applicant 
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the choice of whether to prosecute the application before the 
examiner or reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, 
and to refer to § 1.17(d) for consistency with the change to § 
Ly: 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing 
is not necessary, in that this section does not limit considering 
an oral hearing not necessary to when the application has been 
remanded to the examiner. 


Response: The situation in which an application has been 
remanded to the examiner was simply an exemplary situation 
of special circumstances in which the Board may determine 
that an oral hearing is not necessary. Section 1.194 was not 
meant to limit the discretion of the Board to determine that 
an oral hearing is not necessary to those situations when the 
application has been remanded to the examiner. 


Section 1.196: Section 1.196 paragraphs (b) and (d) are com- 
bined by amending paragraph § 1.196(b) to specifically provide 
therein for a new ground of rejection for both appealed claims 
and for allowed claims present in an application containing 
claims that have been appealed rather than the current practice 
under § 1.196(d) of recommending a rejection of allowed claims 
that is binding on the examiner. The effect of an explicit rejec- 
tion of an allowed claim by the Board is not seen to differ 
from a recommendation of a rejection and would serve to 
advance the prosecution of the application by having the rejec- 
tion made at an earlier date by the Board rather than waiting 
for the application to be forwarded and acted upon by the 
examiner. The former practice that the examiner is not bound 
by the rejection should appellant elect to proceed under § 
1.196(b)(1) and an amendment or showing of facts not pre- 
viously of record in the opinion of the examiner overcomes 
the new ground of rejection, is not changed. A period of two 
months is now explicitly set forth for a reply to a decision by 
the Board containing a new ground of rejection pursuant to § 
1.196(b), which would alter the one month previously set forth 
for replies to recommended rejections of previously allowed 
claims. See MPEP 1214.01. Extensions of time continue to be 
governed by § 1.196(f) and § 1.136(b) (and not by § 1.136(a)). 


The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision 
is sought. A decision on a request for rehearing will incorporate 
the earlier decision for purposes of appeal of the earlier decision 
in situations in which only a partial request for rehearing has 
been filed. Additionally, it is clarified that decisions on 
rehearing are final unless noted otherwise in the decision in 
that under some circumstances it may not be appropriate to 
make a decision on rehearing final as is currently automatically 
provided for. Section 1.196(b) is also amended to clarify that 
the appellant must exercise one of the two options with respect 
to the new ground of rejection under § 1.196(b) to avoid termi- 
nation of proceedings (§ 1.197(c)) as to the rejected claims. 


Section 1.196(b)(2) (and §§ 1.197(b) and 1.304(a)(1)) are 
amended to change the phrase “request for reconsideration” to 
“request for rehearing” for consistency with 35 U.S.C. 7(b). 
See In re Alappat, 33 F.3d 1526, 1533, 31 USPQ2d 1545, 
1548 (Fed. Cir. 1994) (enbanc) (noting “imprecise regulation 
drafting” in regard to the phrase “request for reconsideration” 
in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to 
what is already provided by way of remand to the examiner 
(MPEP 1211), and appellant’s compliance with the require- 
ments of an appeal brief (§ 1.192(d)). Section 1.196(d) specifi- 
cally provides that an appellant may be required to address any 
matter that is deemed appropriate for a reasoned decision on 
the pending appeal, which may include: (1) the applicability 
of particular case law that has not been previously identified 
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as relevant to an issue in the appeal; (2) the applicability of 
prior art that has not been made of record; or (3) the availability 
of particular test data that would be persuasive in rebutting a 
ground of rejection. Section 1.196(d) also provides that appel- 
lant would be given a non-extendable time period (not a time 
limit) within which to reply to any requirementunder § 1.196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction require- 
ment, as § 1.196(b) authorizes the Board to reject any pending 
claim. The comment suggested that § 1.196(b) authorize the 
Board to reject any examined (rather than pending) claim. 


Response: Section 1.196(b) authorizes, but does not require, 
the Board to reject claims not involved in the appeal. The Board 
has held that a restriction requirement is not an adverse decision 
within the meaning of 35 U.S.C. 7 and 134 subject to appeal, 
and the CCPA and Federal Circuit have supported this position. 
See In re Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 
1971); see also In re Watkinson, 900 F.2d 230, 14 USPQ2d 
1407 (Fed.Cir. 1990). Thus, concerns that the Board will use 
the provisions of § 1.196(b) to review restriction requirements 
are misguided. 


Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position 
of acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, 
the Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance 
to be necessary or desirable, the Board retains the authority 
to remand the application to the examiner for such action. 
Additionally, after reply to an inquiry under § 1.196(d) (e.g., 
does there exist test data that would be persuasive in rebutting 
a particular ground of rejection), a remand to the examiner 
may be deemed to be appropriate (e.g., to evaluate test data 
received in reply to an inquiry). 


Section 1.197: Section 1.197(b) is amended to eliminate its use 
of the passive voice. Section 1.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consis- 
tency with 35 U.S.C. 7(b). For consistency with the two-month 
period set forth in § 1.196(b), § 1.197(b) is also amended to 
provide a two-month period (rather than a one-month period) 
within which an appellant may file the single request for 
rehearing permitted by § 1.197(b). 


No comments were received regarding the proposed change to 
§ 1.197. 


Section 1.291: Section 1.291(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be 
returned unless it is shown that the argument relates to a new 
issue that could not have been earlier raised. See MPEP 
1901.07(b). Although later submitted prior art would be made 
of record by a previous protestor without a showing that it 
relates to a new issue, it should be noted that entry of later 
submitted prior art in the file record does not assure its consider- 
ation by the examiner if submitted late in the examination 
process. Accordingly, initial protests should be as complete as 
possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice 
of allowance under § 1.311 to be considered timely (§ 
1.291(a)(1)), the restriction of protests by number is deemed 
unnecessary and is recognized as ineffective, in that a party 
may effectively file multiple protests by submitting each protest 
through a third party agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more 
than one submission by a particular party relating to prior art 
poses a risk that a third party may sequentially submit individual 
pieces of prior art as a delaying factor. 
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Response: Any delay in submission of a piece of prior art by 
a third party poses the risk that the later submitted prior art 
will not be considered, particularly if it is seen as part of a 
pattern. The review of any piece of prior art, assuming it is 
not part of a large package, to determine its value is not seen 
to result in any delay in issuing an Office action. It isrecognized 
that some delay may result where a piece of prior art in a 
second submission by a third party is utilized in a rejection 
that could have been made sooner if that art had been submitted 
earlier; however, on balance the Office would prefer to delay 
prosecution of an application and consider and apply a newly 
submitted reference not found by the examiner rather than issue 
an invalid claim. 


Section 1.291(c) is also amended to: (1) delete the sentence 
“[t]he Office may communicate with the applicant regarding 
any protest and may require the applicant to reply to specific 
questions raised by the protest” as superfluous as the Office 
may communicate with an applicant regarding any matter, and 
require the applicant to reply to specific questions, concerning 
the application; (2) replace “respond” with “reply” in accor- 
dance with the change to § 1.111. 


Section 1.293: Section 1.293 paragraph (c) is amended to 
replace the reference to § 1.106(e) with a reference to § 
1.104(c)(5), to reflect a transfer of material. 


Section 1.294: Section 1.294 paragraph (b) is amended by 
replacement of “response” with “reply” in accordance with the 
change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.294. 


Section 1.304: Section 1.304(a)(1) is amended to replace “con- 
sideration” by “reconsideration” to correct a typographical 
error. 


No comments were received regarding the proposed change to 
§ 1.304. 


Section 1.312: Section 1.312(b) is amended to have a reference 
to § 1.175(b) added in view of the change in § 1.175(b) refer- 
encing § 1.312(b). 


No comments were received regarding the proposed change to 
§ 1.312. 


Section 1.313: Section 1.313 will not be amended with the 
addition of paragraph (c) informing applicants that unless 
written notification is received that the application has been 
withdrawn from issue at least two weeks prior to the projected 
date of issue, applicants should expect that the application will 
issue as a patent. The matter will be further studied. It should 
be noted, however, that once an application has issued, the 
Office is without authority to grant a request under § 1.313 
notwithstanding submission of the request prior to issuance of 
the patent. 


Section 1.316: Section 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.316. 


Section 1.317: Section 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 
1.137. 


No comments were received regarding the proposed change to 
§ 1.317. 


Section 1.318: Section 1.318 is removed and reserved as being 
an internal Office instruction. 


See comments relating to § 1.101. 


Section 1.324: Section 1.324 is amended by creating paragraphs 
(a) and (b). The requirement for factual showings to establish 


OFFICIAL GAZETTE 


Marcu 21, 2000 


a lack of deceptive intent is deleted, with a statement to that 
effect being sufficient, paragraph (a). 


Office practice is to require the same type and character of 
proof of facts as in petitions under § 1.48(a). See MPEP 1481. 
Unlike former § 1.48, former § 1.324 contained no diligence 
requirement. See Stark v. Advanced Magnetics, Inc., 29 F.3d 
1570, 1574, 31 USPQ2d 1290, 1293 (Fed. Cir. 1994). Section 
1.324 (and § 1.48) as adopted contain no diligence requirement, 
for the reasons set forth in the discussion of § 1.48. 


Section 1.324(b)(1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person 
who is being added or deleted as an inventor, as opposed to 
the current practice of requiring a statement from each original 
named inventor and any inventor to be added. 


The current requirements for an oath or declaration under § 
1.63 by each actual inventor is replaced, paragraph (b)(2) of 
§ 1.324, by a statement from the current named inventors who 
have not submitted a statement under paragraph (b)(1) of § 
1.324 either agreeing to the change of inventorship or stating 
that they have no disagreement in regard to the requested 
change. Not every original named inventor would necessarily 
have knowledge of each of the contributions of the other inven- 
tors and/or how the inventorship error occurred, in which case 
their lack of disagreement to the requested change would be 
sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of 
the assignees of all parties who submitted a statement under 
paragraph (b)(1) and (b)(2) of this section similar to the current 
practice of consents by the assignees of all the existing paten- 
tees. A clarification reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition 
fee as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section 1.351: The proposed removal of § 1.351 is withdrawn. 
See comments relating to § 1.101. 


Section 1.352: Section 1.352 is removed and reserved as unnec- 
essary as an internal instruction. 


See comments relating to § 1.101. 


Section 1.366: Section 1.366(b) is amended to remove the term 
“certificate” as unnecessary. Section 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
which consists of the serial number and the series code (e.g., 
“08/"). 


Paragraph (d) removes the request for the information con- 
cerning the issue date of the original patent and filing date of 
the application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to 
§ 1.366. 


Section 1.377: Section 1.377(c) is amended to remove the 
requirement that the petition be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.377. 


Section 1.378: Section 1.378(d) is amended to remove the 
requirement that the statement be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.378. 


Section 1.425: Section 1.425 is amended by removing para- 
graph (a) and its requirement for proof of the pertinent facts 
relating to the lack of cooperation or unavailability of the 
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inventor for which status is sought. In addition, § 1.425 is 
further amended by deleting paragraph (b) and its requirements 
for proof of the pertinent facts, presence of a sufficient proprie- 
tary interest, and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irreparable 
damage. Additionally, the requirement that the last known 
address of the non-signing inventor be stated has been removed. 
The current requirements are thought to be unnecessary in view 
of the need for submission of the same information in a petition 
under § 1.47 during the national stage. The paragraph added 
parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of 
the signature concerned for submission of the international 
application. 


No comments were received regarding the proposed change to 
§ 1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.484. 


Section 1.485: Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.485. 


Section 1.488: Section 1.488(b)(3) is amended by replacement 
of “response” with “reply” in accordance with the change to 
§ 1.111. 


No comments were received regarding the proposed change to 
§ 1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph 
(g). See the amendment to § 1.16 adding a new paragraph (m). 


No comments were received regarding the proposed change to 
§ 1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.495. 


Section 1.510: Section 1.510(e) is amended to replace a refer- 
ence to § 1.121(f) with a reference to § 1.530(d), which sets 
forth the requirements for an amendment in a reexamination 
proceeding. 


No comments were received regarding the proposed change to 
§ 1.510. 


Section 1.530: The title has been changed by the addition of 
a semicolon to clarify that the section is intended to cover 
not only amendments submitted with the statement, but also 
amendments submitted at any other stage of the reexamination 
proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of § 1.121(f). The manner of proposing amendments 
in reexamination proceedings is governed by § 1.530(d)(1) 
through (d)(6). Paragraph (d)(1) is directed to the manner of 
proposing amendments in the specification, other than in the 
claims. Paragraph (d)(1)(i) requires that amendments including 
deletions be made by submission of a copy of one or more 
newly added or rewritten paragraphs with markings, except 
that an entire paragraph may be deleted by a statement deleting 
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the paragraph without presentation of the text of the paragraph. 
Paragraph (d)(1)(ii) requires indication of the precise point in 
the specification where the paragraph which is being amended 
is located. When a change in one sentence, paragraph, or page 
results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Para- 
graph (d)(1)(iii) defines the markings set forth in paragraph 
(d)(1)(ii). Proposed paragraph (d)(1)(iii), relating to a require- 
ment for submission of all amendments be presented when any 
amendment to the specification is made, was not implemented. 


Paragraph (d)(2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(i)(A) of § 1.530 requires that a proposed amend- 
ment include the entire text of each patent claim which is 
proposed to be amended by the current amendment and each 
proposed new claim being added by the current amendment. 
Additionally, provision has been made for the cancellation of 
a patent claim or of a previously proposed new claim by a 
direction to cancel without the need for marking by brackets. 
Paragraph (d)(2)(i)(B) prohibits the renumbering of the patent 
claims and requires that any proposed new claims follow the 
number of the highest numbered patent claim. Para- 
graph(d)(2)(i)(C) identifies the type of markings required by 
paragraph (d)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (d)(2)(ii) requires the patent owner to set forth the 
status (i.e., pending or cancelled) of all patent claims, and of 
all currently proposed new claims, as of the date of the submis- 
sion of each proposed amendment. The absence of claim status 
would result in a notice of informal response. 


Paragraph (d)(2)(iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented for the first time on pages separate from the amend- 
ments along with any additional comments. The absence of an 
explanation would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a require- 
ment for presentation of all amendments as of the date any 
amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to 
cancel that claim, were not implemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment 
may not enlarge the scope of the claims of the patent, (2) no 
amendment may be proposed for entry in an expired patent, 
and (3) no amendment will be incorporated into the patent by 
certificate issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed 
to a patent during reexamination proceedings will not be effec- 
tive until a reexamination certificate is issued. This replaces 
paragraph (e) of § 1.530, which has been removed and reserved. 


Paragraph (d)(5) of § 1.530 provides the criteria for the form 
of amendments in reexamination proceedings (i.e., paper size 
must be either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments 
to the patent drawing sheets are not permitted and that any 
change must be by way of a new sheet of drawings with the 
proposed amended figures being identified as “amended” and 
with proposed added figures identified as “new” for each sheet 
that has changed. Material in paragraph (d)(6) has been trans- 
ferred from cancelled § 1.115. 


Paragraph (d)(7) of § 1.530, has been added in view of the 
deletion of § 1.115 paragraph (d), requires amendment of the 
disclosure in certain situations (i.e., to correct inaccuracies of 
description and definition) and to secure substantial correspon- 
dence between the claims, the remainder of the specification, 
and the drawings. The previous requirement for “correspon- 
dence” has been modified by use of “substantial correspon- 
dence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made 
relative to (i.e., vis-a-vis) the patent specification in effect as 
of the date of the filing of the request for reexamination (the 
patent specification includes the claims). If there was a prior 
change to the patent (made via a prior reexamination certificate, 
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reissue of the patent, certificate of correction, efc.), the first 
amendment must be made relative to the patent specification 
as changed by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent 
to the first amendment must be made relative to the patent 
specification in effect as of the date of the filing of the request 
for reexamination, and not relative to the prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) 
of § 1.530. 


The proposed change in §§ 1.530, 1.550, and 1.560 to replace 
“response,” “responses” and “respond” with “reply” in accor- 
dance with the change to § 1.111 is not being adopted at this 
time. As the term “reply” in a reexamination proceeding refers 
to the “reply” of a third party requester (§ 1.535), the Office 
is withdrawing for further consideration what term should con- 
sistently be used for the “reply” or “response” by the patent 
owner and what term should consistently be used for the “reply” 
by a third party requester. 


Section 1.550: Paragraph (a) of § 1.550 is amended to conform 
the citation to §§ 1.104 through 1.119 to the changes to §§ 
1.104 through 1.119. Paragraphs (b) and (e) of § 1.550 are 
amended for clarification purposes. Paragraph (e) of § 1.550 
clarifies present Office practice of requiring, after filing of a 
request for reexamination by a third party requester, the service 
of any document filed by either the patent owner or the third 
party on the other party in the reexamination proceeding in the 
manner provided in § 1.248. 


No comments were received regarding the proposed change to 
§ 1.550. 


Section 1.770: Section 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
Lill. 


No comments were received regarding the proposed change to 
§ 1.770. 


Section 1.785: Section 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.785. 


Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete 
the requirement that the statement be verified in accordance 
with the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.804. 


Section 1.805: Section 1.805(c) is amended by deleting “veri- 
fied” in accordance with the change to §§ 1.4(d) and 10.18 
and removing unnecessary language noting that an attorney or 
agent registered to practice need not verify their statements. 


No comments were received regarding the proposed change to 
§ 1.805. 


Part 3: Portions of Part 3 are amended to incorporate Part 7, 
which part is removed and reserved. 


No comments were received regarding the proposed change to 
Part 3. 


Section 3.11: Section 3.11(a) is created for the current subject 
matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 
Comp., p. 303) and its requirements that several departments 
and other executive agencies of the Government forward items 
for recording. 


Section 3.21: Section 3.21 is amended to replace the reference 
to “§ 1.53(b)(1)” with a reference to “§ 1.53(b)” and to delete 
the reference to “§ 1.62” for consistency with the amendment 
to § 1.53 and the deletion of § 1.62. 


OFFICIAL GAZETTE 


Marcu 21, 2000 


Section 3.26: Section 3.26 is amended to remove the require- 
ment that an English language translation be verified in accor- 
dance with the change to §§ 1.4(d)(2) and 10.18. 


Section 3.27: The current subject matter of § 3.27 is designated 
as paragraph (a), and a paragraph (b) is added to cite Executive 
Order 9424 and a mailing address therefor. 


Section 3.31: Section 3.31(c) is added to require that: (1) the 
cover sheet must indicate that the document is to be recorded 
on the Governmental Register; (2) the document is to be 
recorded on the Secret Register (if applicable); and (3) the 
document does not affect title (if applicable). 


Section 3.41; The current subject matter of § 3.41 is designated 
as paragraph (a), and a paragraph (b) is added to specify when 
no recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 3.58: Section 3.58 is added to provide for the main- 
taining of a Department Register to record Government interests 
required by Executive Order 9424 in § 3.58(a). New § 3.58(b) 
provides that the Office maintain a Secret Register to record 
Government interests also required by the Executive Order. 


Section 3.73: Section 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in 
the assignee seeking to take action. The sentence is deemed to 
be unnecessary in view of the amendment to §§ 1.4(d) and 
10.18. 


Section 3.73 paragraph (b) has also been amended to replace 
the language “assignee of the entire right, title and interest” 
with “assignee.” This change provides for the applicability of 
the paragraph to assignees with a partial interest, such as is 
often encountered in reissue applications. 


Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 


Part 5: 


No comments were received regarding the proposed change to 
Part 5. 


Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other 
sections of this part and is replaced by subject matter deleted 
from § 5.33. 


Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of 
this part and is replaced with subject matter of the first sentence 
from § 5.7. Section 5.2 paragraphs (c) and (d) are removed as 
repetitive of material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
A911. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph 
(d), the requirement that the petition be verified in accordance 
with the amendment to §§ 1.4(d)(2) and 10.18, and by adding 
the first and second sentences of § 5.8 to § 5.4(d). 


Section 5.5; Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current § 
5.5(e) with subject matter removed from § 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the 
subject matter of § 5.6(a) being placed in § 5.5(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in § 5.2(b). 
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Section 5.8: Section 5.8 is removed and reserved with the 
subject matter from the first and second sentences thereof being 
placed in § 5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code 
of Federal Regulations. 


Section 5.12: Section 5.12(b) is amended to clarify that the 
petition fee (§ 1.17(h)) is required only when expedited han- 
dling is sought for the petition. 


Section 5.13: Section 5.13 is amended by removing the last 
two sentences which are considered to be unnecessary. Section 
5.13 is also amended to remove the language concerning the 
requirement for the petition fee (§ 1.17(h)) for expedited han- 
dling of a petition under § 5.12(b), which is duplicative of the 
provisions of § 5.12(b). This amendment does not change cur- 
rent practice. 


Section 5.14: Section 5.14(a) is amended by removing unneces- 
sary subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) 
is also amended to remove the language concerning the require- 
ment for the petition fee (§ 1.17(h)) for expedited handling of 
a petition under § 5.12(b), which is duplicative of the provisions 
of § 5.12(b). This amendment does not change current practice. 


Section 5.15; Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unneces- 
sary. 


Section 5.17: Section 5.17 is removed and reserved as unneces- 
sary. 


Section 5.18: Section 5.18 is amended to update the references 
to other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update 
the references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the 
language of former § 5.20(a). 


Section 5.25: Section 5.25(c) is removed as unnecessary. 


Section 5.31: Section 5.31 is removed and reserved as unneces- 
sary. 


Section 5.32: Section 5.32 is removed and reserved as unneces- 
sary. 


Section 5.33: Section 5.33 is removed and reserved and its 
subject matter added to § 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof 
is incorporated into part 3. 


No comments were received regarding the proposed change to 
Part 7. 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“[slignature and certificate for correspondence filed in the 
Patent and Trademark Office” to reflect that it, as amended, 
applies to correspondence filed by non-practitioners as well as 
practitioners. 


Section 10.18(a) is amended to provide that for all documents 
filed in the Office in patent, trademark, and other non-patent 
matters, except for correspondence that is required to be signed 
by the applicant or party, each piece of correspondence filed 
by a practitioner in the Patent and Trademark Office must 
bear a signature, personally signed by such practitioner, in 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 387 
(215) 


compliance with § 1.4(d)(1). This amendment is simply a clari- 
fication of the requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) 
and (c)) to include the changes proposed to § 1.4 paragraphs 
(d)(2) and (d)(3). These changes to 37 CFR Part 10 are to 
avoid a dual standard between 37 CFR Parts | and 10 as 
to practitioners. In addition, by operation of § 1.4(d)(2), the 
provisions of § 10.18 paragraphs (b) and (c) are applicable to 
any party (whether a practitioner or non-practitioner) presenting 
any paper to the Office. As any party (whether a practitioner 
or non-practitioner) presenting any paper to the Office is subject 
to the provisions of § 10.18 paragraphs (b) and (c), this change 
also avoids a dual standard between practitioners and non- 
practitioners as to the certification provisions of § 10.18(b) and 
the sanctions provisions of § 10.18(c). The only difference 
between a practitioner and a non-practitioner as to § 10.18 
paragraphs (b) and (c) is that a practitioner may also be subject 
to disciplinary action for violations of § 10.18(b) in addition 
to or in lieu of sanctions under § 10.18(c). 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, 
or later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that 
all statements made therein of the party’s own knowledge are 
true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made 
with the knowledge that whoever, in any matter within the 
jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such 
paper (whether a practitioner or non-practitioner) is certifying 
that to the best of the party’s knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, 
that: (1) the paper is not being presented for any improper 
purpose, such as to harass someone or to cause unnecessary 
delay or needless increase in the cost of prosecution before the 
Office; (2) the claims and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for 
the extension, modification, or reversal of existing law or the 
establishment of new law; (3) the allegations and other factual 
contentions have evidentiary support or, if specifically so identi- 
fied, are likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery; and (4) the 
denials of factual contentions are warranted on the evidence, 
or if specifically so identified, are reasonably based on a lack 
of information or belief. 


As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to 
eliminate the verification requirement for a number of the rules 
of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) 
are, after notice and reasonable opportunity to respond, subject 
to such sanctions as deemed appropriate by the Commissioner, 
or the Commissioner’s designee, which may include, but are 
not limited to, any combination of: (1) holding certain facts to 
have been established; (2) returning papers; (3) precluding a 
party from filing a paper, or presenting or contesting an issue; 
(4) imposing a monetary sanction; (5) requiring a terminal 
disclaimer for the period of the delay; or (6) terminating the 
proceedings in the Patent and Trademark Office. 


With regard to the sanctions enumerated in § 10.18(c), 35 
U.S.C. 6(a) provides that “The Commissioner . . . may, subject 
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to the approval of the Secretary of Commerce, establish regula- 
tions, not inconsistent with law, for the conduct of proceedings 
in the Patent and Trademark Office.” The issue of whether 
the Office is authorized to impose monetary sanctions was 
addressed in the rulemaking entitled “Patent Appeal and Inter- 
ference Practice,” published in the Federal Register at 60 FR 
14488 (March 17, 1995), and in the Official Gazette at 1173 
Off. Gaz. Pat. Office 36 (April 11, 1995). 


The Commissioner’s authority under 35 U.S.C. 6(a) to impose 
monetary sanctions is limited to sanctions which are remedial, 
and does not extend to sanctions that are punitive. /d. at 14494- 
96, 1173 Off. Gaz. Pat. Office at 41-43. An enabling statute 
(35 U.S.C. 6(a)) alone is not the express statutory authorization 
required for an agency to impose penal monetary sanctions. 
See, e.g., Commissioner v. Acker, 361 U.S. 87, 91 (1959); Gold 
Kist, Inc. v. Department of Agriculture, 741 F.2d 344, 348 
(11th Cir. 1984). Thus, the line of demarcation between permis- 
sible and impermissible monetary sanctions under 35 U.S.C. 
6(a) is that: (1) the imposition of a monetary sanction to cover 
the costs incurred by the Office due to the violation of § 
10.18(b)(2) is a remedial (and thus permissible) sanction; and 
(2) the imposition of a monetary sanction that has no relation- 
ship to the costs incurred by the Office due to the violation of 
§ 10.18(b)(2) (e.g., a pre-established or arbitrary fine or penalty) 
is a punitive (and thus impermissible) sanction. See United 
States v. Frame, 885 F.2d 1119, 1142-43 (3rd Cir. 1989) (late 
payment charge no higher than reasonable to cover lost interest 
and administrative costs incurred in the collection effort is a 
remedial sanction, and not a penalty, and, as such, is authorized 
by rulemaking enabling statute), cert. denied, 493 U.S.1094 
(1990); see also Griffin & Dickson v. United States, 16 Cl. Ct. 
347, 356-57 (1989) (agency has the inherent authority to 
manage its caseload by imposing sanctions including pre- 
cluding party from presenting further evidence, disciplining of 
representative, or imposing costs against the representative or 
the party in interest). As the Office is an entirely fee-funded 
entity, it is reasonable to impose a monetary sanction on a 
party causing an unnecessary and inordinate expenditure of 
Office resources to cover the costs incurred by the Office due 
to such action, rather than impose these costs on the Office’s 
customers in general. 


Nevertheless, the Office has amended §§ 1.4(d)(2) and 10.18 
with the objective of discouraging the filing of frivolous or 
patently unwarranted correspondence in the Office, not to rou- 
tinely review correspondence for compliance with § 10.18(b)(2) 
and impose sanctions under § 10.18(c). Thus, the amendment 
to §§ 1.4(d)(2) and 10.18 should cause no concern to prac- 
titioners and pro se applicants engaging in the ordinary course of 
business before the Office. The Office anticipates that sanctions 
under § 10.18(c) will be imposed only in rare situations in 
which such action is necessary for the Office to halt a clear 
abuse that is resulting in a needless and inordinate expenditure 
of Office resources. 


Where the circumstances of an application or other proceeding 
warrant a determination of whether there has been a violation 
of § 10.18(b), the file or the application or other proceeding 
will be forwarded to the Office of Enrollment and Discipline 
(OED) for a determination of whether there has been a violation 
of § 10.18(b). In the event that OED determines that a provision 
of § 10.18(b) has been violated, the Commissioner, or the 
Commissioner’s designee, will determine what (if any) sanc- 
tion(s) under § 10.18(c) is to be imposed in the application or 
other proceeding. In addition, if OED determines that a provi- 
sion of § 10.18(b) has been violated by a practitioner, OED 
will determine whether such practitioner is to be subject to 
disciplinary action (see §§ 1.4(d)(2) and 10.18(d)). That is, 
OED will provide a determination of whether there has been a 
violation of § 10.18(b), and if such violation is by a practitioner, 
whether such practitioner is to be subject to disciplinary action; 
however, OED will not be responsible for imposing sanctions 
under § 10.18(c) in an application or other proceeding. 


Section 10.18(d) provides that any practitioner violating the 
provisions of this section may also be subject to disciplinary 
action. This paragraph (and the corresponding provision of § 
1.4(d)(2)) clarifies that a practitioner may be subject to disci- 
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plinary action in lieu of, or in addition to, the sanctions set 
forth in § 10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes 
to § 1.4(d) to make its certification applicable to all papers 
signed and submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but 
will do so by placing the certification requirement in § 10.18, 
and providing in § 1.4(d) that the presentation of any paper 
to the Office, whether by a practitioner or non-practitioner, 
constitutes a certification under § 10.18. Thus, the presentation 
of a paper to the Office by any person (even a non-practitioner) 
constitutes a certification under § 10.18. 


Comment 103: A number of comments opposed the change to 
§ 1.4(d) as increasing the burden on persons presenting papers 
to the Office, and, as such, inconsistent with the stated goal 
of reducing the burden on the public. One comment indicated 
that new burdens in § 1.4(d) on signers of papers submitted to 
the Office include: (1) conducting a reasonable inquiry con- 
cerning the document to be submitted to the Office; (2) not 
submitting the document to harass or seek a needless increase 
in the cost of prosecution; and (3) submitting only documents 
likely to have evidentiary support after a reasonable opportunity 
for further investigation or discovery. 


Response: The change to §§ 1.4(d) and 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the 
cost to the Office of treating such papers, which cost is ulti- 
mately borne by the Office’s customers. Thus, this change to 
§§ 1.4(d) and 10.18 will reduce the burden on the public and 
to the Office’s customers in general. There is no reasonable 
argument as to why a person filing a document in the Office 
should be permitted to avoid the “burden” of conducting a 
reasonable inquiry concerning the document to be submitted 
to the Office, not submitting the document to harass or seek 
a needless increase in the cost of prosecution, or submitting only 
documents likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase 
“formed after an inquiry reasonable under the circumstances” 
was too vague or was unclear as to how much of an inquiry 
must be made to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal 
Rules of Civil Procedure (Fed. R. Civ. P. 11(b)), which provides 
that: 


Representations to Court. By presenting to the court (whether 
by signing, filing, submitting, or later advocating) a pleading, 
written motion, or other paper, an attorney or unrepresented 
party is certifying that to the best of the person’s knowledge, 
information and belief, formed after an inquiry reasonable under 
the circumstances, — 

(1) it is not being presented for any improper purpose, such 
as to harass or to cause unnecessary delay or needless increase 
in the cost of litigation; 

(2) the claims, defenses, and other legal contentions therein 
are warranted by existing law or by a nonfrivolous argument 
for the extension, modification, or reversal of existing law or 
the establishment of new law; 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based 
on a lack of information or belief. 


See Fed. R. Civ. P. 11(b)(1993). 
Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)(1993) to avoid confusion as to what certifications a signa- 


ture entails. The advisory committee notes to Fed. R. Civ. 
P.11(b) provide further information on the “inquiry reasonable 
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under the circumstances” requirement. See Amendments to the 
Federal Rules of Civil Procedure at 50-53 (1993), reprinted 
in 146 F.R.D. 401, 584-87. The “inquiry reasonable under the 
circumstances” requirement of § 10.18(b)(2) is identical to that 
in Fed. R. Civ. P. 11(b). The Federal courts have stated in 
regard to the “reasonable inquiry” requirement of Fed. R. Civ. 
Poa: 


In requiring reasonable inquiry before the filing of any pleading 
in a civil case in federal district court, Rule 11 demands “an 
objective determination of whether a sanctioned party’s conduct 
was reasonable under the circumstances.” In effect it imposes a 
negligence standard, for negligence is a failure to use reasonable 
care. The equation between negligence and the failure to con- 
duct a reasonable precomplaint inquiry is . . . that “the amount 
of investigation required by Rule 11 depends on both the time 
available to investigate and on the probability that more investi- 
gation will turn up important evidence; the Rule does not require 
steps that are not cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir.1988) (citations omitted) (decided prior to the 
1993 amendment to Fed. R. Civ. P. 11, but discussing a “reason- 
able under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) 
to import the verification requirement into any papers signed 
and submitted to the Office, on the basis that the presence of 
a verification actually on the paper signed and submitted to 
the Office would cause the signer to carefully consider what 
is being signed and submitted to the Office. 


Response: A separate verification requirement for certain 
papers results in delays during the examination of an application 
when such verification is omitted. The Office is convinced that 
people are inclined to either not make false, misleading or 
inaccurate statements in documents they sign, or are not 
deterred from making such statements by the presence of a 
verification clause in the document. The benefit obtained in 
the rare instance in which a person otherwise inclined to make 
a false, misleading or inaccurate statement is persuaded not to 
do so by averification clause simply does not outweigh the 
benefit obtained by the elimination of the delay that results 
from the requirement for such a verification clause. 


Comment 106: One comment opposed the change to § 1.4(d) 
(now § 10.18(b)(2)) on the basis that “reasonable inquiry” 
requirement therein will expose a practitioner to malpractice 
liability. 

Response: Legal malpractice is not an issue of Federal patent 
(or trademark) law, but of common law sounding in tort. See 
Voight v. Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. 
Idaho 1972). Section 10.18(b)(2) does not affect the duty (or 
create a new duty) on the part of a practitioner to his or her 
client vis-a-vis the submission of papers to the Office. 


The party’s duties under § 10.18 are not to one’s own clients; 
it is to the public in general, other parties before the Office 
(the examination of whose applications are delayed while the 
Office is, and whose fees must be applied to the cost of, 
responding to frivolous papers), and to the Office. Cf’ Mars 
Steel Corp. v. Continental Bank, 880 F.2d 928, 932 (7th. 
Cir.1989) (just as tort law creates duties to one’s client, Fed. 
R. Civ. P. 11 creates a duty to one’s adversary, other litigants 
in the courts’s queue, and the court itself); Hays, 847 F.2d at 
418, TUSPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements 
in § 1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons 
not registered to practice before the Office. Another comment 
opposed this change on the basis that it would create new issues 
during litigation, in that few non-lawyers have enough legal 
knowledge to accurately verify that the documents they sign 
are consistent with the law. The comment suggested that § 
1.4(d)(2) simply be amended to include the verification state- 
ment from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any 
less than the certification required under Fed. R. Civ. P. 11(b) 
for papers filed in the Federal courts. The Federal Rules of 
Civil Procedure do not permit a pro se litigant to avoid the 
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requirements of Fed. R. Civ. P. 11(b) (“By presenting . . . an 
attorney or unrepresented party is certifying . . . .” (emphasis 
added)). It is, however, appropriate to take account of the 
special circumstances of pro se applicants in determining 
whether sanctions under § 10.18(c) are appropriate. See advi- 
sory committee notes to Fed. R. Civ. P. 11 (1983), reprinted 
in 97 F.R.D. 165, 198-99 (1983) (“Although the standard is the 
same for unrepresented parties, who are obligated themselves to 
sign the [papers], the court has sufficient discretion to take 
account of the special circumstances that often arise in pro se 
situations”). 


The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the appli- 
cable law or procedure. The Office is not adopting §§ 1.4(d)(2) 
and 10.18(b) and (c) for the purpose of imposing, and does 
not intend to impose, sanctions on pro se applicants in situations 
in which they simply submit arguments lacking an appreciation 
of the applicable law or procedure. See Finch v. Hughes Aircraft 
Co., 926 F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 
1991)(“courts are particularly cautious about imposing sanc- 
tions on a pro se litigant, whose improper conduct may be 
attributed to ignorance of the law and proper procedures”); see 
also Hornback v. U.S., 40 USPQ2d 1694, 1697 (Cl. Ct. 1996) 
(pro se without legal training is not held to the same standard 
as trained counsel). 


Where, however, a pro se applicant engages in a course of 
conduct that any reasonable person should have known was 
improper, and which causes a needless and inordinate expendi- 
ture of Office resources, such conduct may result in the imposi- 
tion of sanctions on the pro se applicant. The Federal courts 
have subjected pro se litigants to sanctions for: (1) taking or 
persisting in actions that even a non-lawyer should have known 
were frivolous; (2) taking or persisting in actions that, after 
engaging in a sufficient course of litigation, the pro se litigant 
should have known were frivolous; or (3) taking or persisting 
in actions after having been warned by the court that such 
actions were frivoious. See Constant v. U.S., 929 F.2d 654,658, 
18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 U.S. 1206 
(1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; U.S. 
ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992), aff'd, 990 F.3d 623 (2d Cir. 1993)(table). 


Comment 108: One comment argued that the change to § 
1.4(d) would be particularly difficult to apply in the context 
of provisional applications. 

Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and 
a cover sheet for a provisional application (e.g., an applicant 
need and should not submit legal arguments or other contentions 
with a provisional application). Thus, it is highly unlikely that 
the filing of a provisional application will result in a violation 
of § 10.18(b). 


Comment 109: One comment opposed the change to § 1.4(d) 
on the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts 
to inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompli- 
ance. Another comment indicated that practitioners will now 
be placed under the obligation of questioning their clients each 
time they are given information or instructions. 


Response: The submission by an applicant of misleading or 
inaccurate statements of facts during the prosecution of applica- 
tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Ltd. v. Lotus Development Corp., 81 F.3d 1576, 38 
USPQ2d 1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, 
Inc. v. KLM Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 
1561 (Fed. Cir 1993); Rohm and Haas Corp. v. Crystal Chem- 
ical Co., 722 F.2d 1556, 200 USPQ 289 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Ort v. Goodpasture, 40 USPQ2d 
1831 (D.N. Tex. 1996); Herman v. William Brooks Shoe Co., 
39 USPQ2d 1773 (S.D. N.Y. 1996); Golden Valley Microwave 
Food Inc. v. Weaver Popcorn Co., 837 F. Supp. 1444, 
24USPQ2d 1801 (N.D. Ind. 1992), aff'd, 11 F.3d 1072 (Fed. 
Cir. 1993) (table), cert. denied, 511 U.S. 1128 (1994). Likewise, 
false statements by a practitioner in a paper submitted to the 
Office during the prosecution of an application for patent has 
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resulted in the patent issuing on such application also being 
held unenforceable. See General Electro Music Corp. v. Samick 
Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 1994) 
(false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing 
on such application unenforceable). In addition, the failure to 
exercise due care in ascertaining the accuracy of the statements 
in a certification submitted to the Office has also resulted in 
a patent being held invalid. See DH Technology, 937 F. Supp. 
at 910; 40USPQ2d at 1761. 


For the above-stated reasons, it is highly advisable for a prac- 
titioner to advise a client or third party that any information 
so provided must be reliable and not misleading, regardless of 
this amendment to §§ 1.4(d)(2) and 10.18. Nevertheless, §§ 
1.4(d)(2) and 10.18 as adopted do not require a practitioner to 
advise the client (or third party) providing information of this 
certification effect (or the sanctions applicable to noncompli- 
ance), or question the client (or third party) when such informa- 
tion or instructions are provided. When a practitioner is 
submitting information (e.g., a statement of fact) from the 
applicant or a third party, or relying in arguments upon informa- 
tion from the applicant or a third party, the Office will consider 
a practitioner’s “inquiry reasonable under the circumstances” 
duty under § 10.18 met so long as the practitioner has no 
knowledge of information that is contrary to the information 
provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., was submitted to cause unnecessary delay). 


An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, 
Inc. v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 
1595-96 (Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 
836 F.2d 521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. 
Cir. 1987); FMC Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 
1415, 5 USPQ2d 1112, 1115 (Fed. Cir. 1987); American 
Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 
1362, 220 USPQ 763, 772 (Fed. Cir.), cert. denied, 469 U.S. 
821, 224 USPQ 520 (1984). The “inquiry reasonable under the 
circumstances”’requirement of § 10.18 does not create any new 
duty on the part of an applicant for patent to conduct a prior 
art search. See MPEP 609; cf. Judin v. United States, 110 F.3d 
780, 42 USPQ2d 1300 (Fed. Cir 1997) (the failure to obtain 
and examine the accused infringing device prior to bringing a 
civil action for infringement violates the 1983 version of Fed. 
R. Civ. P.11). The “inquiry reasonable under the circumstances” 
requirement of § 10.18, however, will require an inquiry into 
the underlying facts and circumstances when a practitioner 
provides conclusive statements to the Office (e.g., a statement 
that the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to § 1.137(b) was unintentional). 


Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to § 10.23 
is for consistency with § 10.18, which contains no “knowingly” 
provision or requirement. 


Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The principal impact of this Final 
Rule is: (1) elimination of unnecessary rules of practice; (2) 
simplification or elimination of certain requirements of the 
rules of practice; (3) rearrangement of certain rules to improve 
their context; and (4) clarification of the requirements of the 
rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of 
each of the annual reporting burdens. The collections of infor- 
mation in this Final Rule have been reviewed and approved 
by OMB under the following control numbers: 0651-0016, 
0651-0021, 0651-0022, 0651-0027, 0651-0031, 0651-0032, 
0651-0033, 0651-0034, 0651-0035, and 0651-0037. Included 
in each estimate is the time for reviewing instructions, gathering 
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and maintaining the data needed, and completing and reviewing 
the collection of information. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/46/47/65/66. 

Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain 
a patent, except for design or plant patents, in force under 35 
U.S.C. 41(b). Payment of maintenance fees are required at 3 
1/2, 7 1/2 and 11 1/2 years after the grant of the patent. A 
patent number and application number of the patent on which 
maintenance fees are paid are required in order to ensure proper 
crediting of such payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO- 
1382, PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Federal Agencies or Employees, Not-for- 
Profit Institutions, Small Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by 
the Patent CooperationTreaty (PCT). The general purpose of 
the PCT is to simplify the filing of patent applications on 
the same invention in different countries. It provides for a 
centralized filing procedure anda standardized application 
format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 

Form Numbers: None. 

Type of Review: Approved through December of 1997. 

Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal 
Agencies or Employees, Not-for-Profit Institutions, Small Busi- 
nesses or Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 

Needs and Uses: Information on depositing of biological 
materials in depositories is required for (1) Office determination 
of compliance with the patent statute where the invention sought 
to be patented relies on biological material subject to deposit 
requirement, which includes notifying interested members of 
the public where to obtain samples of deposits, and (2) deposi- 
tories desiring to be recognized as suitable by the Office. 


OMB Number: 0651-0027. 

Title: Changes in Patent and Trademark Assignment Prac- 
tices. 

Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households and Businesses 
or Other For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assign- 
ments or documents related to ownership of patent and trade- 
mark cases each year. The Office requires a cover sheet to 
expedite the processing of these documents and to ensure that 
they are properly recorded. 
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OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08-12/21-26/3 1/32/42/43/61-64/ 
67-69/9 1-93/96/97. 

Type of Review: Approved through October of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit Institutions, Not-for-Profit Institutions and 
Federal Government. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 

Needs and Uses: During the processing for an application 
for a patent, the applicant/agent may be required or desire to 
submit additional information to the Office concerning the 
examination of a specific application. The specific information 
required or which may be submitted includes: Information Dis- 
closure Statements; Terminal Disclaimers; Petitions to Revive; 
Express Abandonments; Appeal Notices; Small Entity; Peti- 
tions for Access; Powers to Inspect; Certificates of Mailing; 
Certificates under § 3.73(b); Amendments, Petitions and their 
Transmittal Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 

Needs and Uses: The purpose of this information collection 
is to permit the Office to determine whether an application 
meets the criteria set forth in the patent statute and regulations. 
The standard Fee Transmittal form, New Utility Patent Applica- 
tion Transmittalform, New Design Patent Application Trans- 
mittal form, New Plant Patent Application Transmittal form, 
Plant Color Coding Sheet, Declaration, and Plant Patent Appli- 
cation Declaration will assist applicants in complying with the 


requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This coliection of information is required 
to administer the patent laws pursuant to title 35, U.S.C., con- 
cerning the issuance of patents and related actions including 
correcting errors in printed patents, refiling of patent applica- 
tions, requesting reexamination of a patent, and requesting a 
reissue patent to correct an error in a patent. The affected public 
includes any individual or institution whose application for a 
patent has been allowed or who takes action as covered by the 
applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent 
laws and regulations place certain limitations on the disclosure 
of information contained in patents and patent applications and 
on the filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 
Title: Address-Affecting Provisions. 
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Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act 
in a representative capacity. Also, an appointed representative 
may withdraw from acting in a representative capacity. This 
collection includes the information needed to ensure that Office 
correspondence reaches the appropriate individual. 


OMB Number: 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 1998. 

Affected Public: Individuals or Households, Business or 
Other For-Profit, Not-for-Profit Institutions and Federal Gov- 
ernment. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind 
of submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Office has submitted a copy of this Final 
Rule to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to the Office of Information and Regula- 
tory Affairs of OMB, New Executive Office Bldg., 725 17th 
St. NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of unnecessary rules of practice; (2) simplification or elimi- 
nation of certain requirements of the rules of practice; (3) 
rearrangement of certain rules to improve their context; and 
(4) clarification of the requirements of the rules of practice. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 


37 CFR Part | 

Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 5 


Classified information, foreign relations, inventions and 
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patents. 


37 CFR Part 7 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 10 
Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 
5, 7 and 10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (d) and by 
adding paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


KK KK * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 


(ii) Be a direct or indirect copy, such as a photocopy or 
facsimile transmission(§ 1.6(d)), of an original. In the event 
that a copy of the original is filed, the original should be retained 
as evidence of authenticity. If a question of authenticity arises, 
the Patent and Trademark Office may require submission of 
the original. 


(2) The presentation to the Office (whether by signing, filing, 
submitting, or later advocating) of any paper by a party, whether 
a practitioner or non-practitioner, constitutes a certification 
under § 10.18(b) of this chapter. Violations of § 10.18(b)(2) 
of this chapter by a party, whether a practitioner or non-prac- 
titioner, may result in the imposition of sanctions under § 
10.18(c) of this chapter. Any practitioner violating § 10.18(b) 
may also be subject to disciplinary action. See §§ 10.18(d) and 
10.23(c)(15). 


xk KK 


(g) An applicant who has not made of record a registered 
attorney or agent may be required to state whether assistance 
was received in the preparation or prosecution of the patent 
application, for which any compensation or consideration was 
given or charged, and if so, to disclose the name or names of 
the person or persons providing such assistance. Assistance 
includes the preparation for the applicant of the specification 
and amendments or other papers to be filed in the Patent and 
Trademark Office, as well as other assistance in such matters, 
but does not include merely making drawings by draftsmen or 
stenographic services in typing papers. 

3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 
§ 1.6 Receipt of correspondence. 


kK KX 


(d) * * * 


(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in § 
1.8(a)(2)(i)(A) through (D) and (F), § 1.8(a)(2)(ii)(A), and § 
1.8(a)(2)(iii)(A), except that a continued prosecution applica- 
tion under § 1.53(d) may be transmitted to the Office by fac- 
simile; 

** * 


(6) Correspondence to be filed in a patent application subject 
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to a secrecy order under §§ 5.1 through 5.5 of this chapter and 
directly related to the secrecy order content of the application; 


* * KK * 


(e) Interruptions in U.S. Postal Service. If interruptions or 
emergencies in the United States Postal Service which have 
been so designated by the Commissioner occur, the Patent and 
Trademark Office will consider as filed on a particular date in 
the Office any correspondence which is: 


(1) Promptly filed after the ending of the designated interrup- 
tion or emergency; and 


(2) Accompanied by a statement indicating that such corre- 
spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. 


(f) Facsimile transmission of a patent application under § 
1.53(d). In the event that the Office has no evidence of receipt 
of an application under § 1.53(d) (a continued prosecution 
application) transmitted to the Office by facsimile transmission, 
the party who transmitted the application under § 1.53(d) may 
petition the Commissioner to accord the application under § 
1.53(d) a filing date as of the date the application under § 
1.53(d) is shown to have been transmitted to and received in 
the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 


(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware 
that the Office has no evidence of receipt of the application 
under § 1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iii) Includes a statement which attests on a personal know]l- 
edge basis or to the satisfaction of the Commissioner to the 
previous transmission of the application under § 1.53(d) and is 
accompanied by a copy of the sending unit’s report confirming 
transmission of the application under § 1.53(d) or evidence 
that came into being after the complete transmission and within 
one business day of the complete transmission of the application 
under § 1.53(d). 


(2) The Office may require additional evidence to determine 
if the application under § 1.53(d) was transmitted to and 
received in the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) 
and (b) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 
(a) x * * 
(2) * * * 
(i) * * * 


(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 
application filing date, including a request for a continued 
prosecution application under § 1.53(d); 


**xX KK * 


(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding is dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 


(1) Informs the Office of the previous mailing or transmission 
of the correspondence promptly after becoming aware that the 
Office has no evidence of receipt of the correspondence; 


(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 


(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent 
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by facsimile transmission, a copy of the sending unit’s report 
confirming transmission may be used to support this statement. 


xe KK * 


5. Section 1.9 is amended by revising paragraphs (d) and (f) 
to read as follows: 


§ 1.9 Definitions. 


**e KK * 


(d) A small business concern as used in this chapter means 
any business concern meeting the size standards set forth in 
13 CFR Part 121 to be eligible for reduced patent fees. Ques- 
tions related to size standards for a small business concern may 
be directed to: Small Business Administration, Size Standards 
Staff, 409 Third Street, SW, Washington, DC 20416. 


** KK * 


(f) A small entity as used in this chapter means an independent 
inventor, a small business concern, or a non-profit organization 
eligible for reduced patent fees. 


**e KK * 


6. Section 1.10 is amended by revising paragraphs (d) and (e) 
to read as follows: 


§ 1.10 Filing of correspondence by “Express Mail.” 


* KKK * 


(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in the 
“Express Mail Post Office to Addressee” service prior to the 
last scheduled pickup for that day. Any showing pursuant to 
this paragraph must be corroborated by evidence from the USPS 
or that came into being after deposit and within one business 
day of the deposit of the correspondence in the “Express Mail 
Post Office to Addressee” service of the USPS. 


(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
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of this section that the requested filing date was the date the 
correspondence was deposited in the “Express Mail Post Office 
to Addressee” service prior to the last scheduled pickup for 
that day; and 


(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returned postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence, original “Express Mail” mailing label, returned postcard 
receipt, and official notation entered by the USPS. 


x** KK * 


7. Section 1.11 is amended by revising paragraph (b) to read 
as follows: 


§ 1.11 Files open to the public. 


x**k KK * 


(b) All reissue applications, all applications in which the 
Office has accepted a request to open the complete application 
to inspection by the public, and related papers in the application 
file, are open to inspection by the public, and copies may be 
furnished upon paying the fee therefor. The filing of reissue 
applications, other than continued prosecution applications 
under § 1.53(d) of reissue applications, will be announced in 
the Official Gazette. The announcement shall include at least 
the filing date, reissue application and original patent numbers, 
title, class and subclass, name of the inventor, name of the 
owner of record, name of the attorney or agent of record, and 
examining group to which the reissue application is assigned. 


kk KK * 


8. Section 1.14 is amended by revising paragraph (a) and adding 
a new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given con- 
cerning the filing, pendency, or subject matter of any application 
for patent, and no access will be given to, or copies furnished 
of, any applicationor papers relating thereto, except as set forth 
in this section. 

(1) Status information includes information such as whether 
the application is pending, abandoned, or patented, as well as 
the application number and filing date (or international filing 
date or date of entry into the national stage). 


(i) Status information concerning an application may be 
supplied: 
(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 
(B) When the application is identified by application number 
or serial number and filing date in a published patent document 
or in a U.S. application open to public inspection; or 


(C) When the application is the national stage of an interna- 
tional application in which the United States of America has 
been indicated as a Designated State. 


(ii) Status information concerning an application may also 
be supplied when the application claims the benefit of the filing 
date of an application for which status information may be 
provided pursuant to paragraph (a)(1)(i) of this section. 


(2) Copies of an application-as-filed may be provided to any 
person, upon written request accompanied by the fee set forth 
in § 1.19(b)(1), without notice to the applicant, if the application 
is incorporated by reference in a U.S. patent. 


(3) Copies of (upon payment of the fee set forth in § 
1.19(b)(2)), and access to, an application file wrapper and 
contents may be provided to any person, upon written request, 
without notice to the applicant, when the application file is 
available and: 
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(i) It has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or war- 
ranted by other special circumstances; 


(ii) The application is open to the public as provided in § 
1.11(b); 


(iii) Written authority in that application from the applicant, 
the assignee of the application, or the attorney or agent of 
record has been granted; or 


(iv) The application is abandoned, but not if the application 
is in the file jacket of a pending application under § 1.53(d), 
and is: 


(A) Referred to in a U.S. patent; 
(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing 
date of a U.S. application open to public inspection; or 


(D) An application in which the applicant has filed an 
authorization to lay open the complete application to the public. 


*x** KK * 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) 
and (b). 


9. Section 1.16 is amended by revising paragraphs (d) and (1) 
and adding new paragraphs (m) and (n) to read as follows: 
§ 1.16 National application filing fees. 


**X KK * 


(d) In addition to the basic filing fee in an original application, 
except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


By a small entity (§ 1.9(f)) 


By other than a small entity 


**e KK 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(c)(1)) on a date later than the filing date of the provisional 
application: 


By a small entity (§ 1.9(f)) 


By other than a small entity 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be cancelled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 


(n) See §§ 1.445, 1.482, and 1.495 for international application 
filing and processing fees. 


10. Section 1.17 is amended by removing and reserving para- 
graphs (e) through (g) and revising paragraphs (a) through (d), 
(h), (i) and (q) to read as follows: 


§ 1.17 Patent application processing fees. 
(a) Extension fees pursuant to § 1.136(a): 


(1) For reply within first month: 
By a small entity (§ 1.9(f)) 


By other than a small entity 
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(2) For reply within second month: 
By a small entity (§ 1.9(f)) 


By other than a small entity 


(3) For reply within third month: 
By a small entity (§ 1.9(f)) 


By other than a small entity 


(4) For reply within fourth month: 
By a small entity (§ 1.9(f)) 


By other than a small entity.................sescseeeeseeeeens 1,510.00 


(5) For reply within fifth month: 
By DB MARNE COMA EG TODD) sce cesesvcsecsesncsncdasensetes 1,030.00 


By other than a small entity...............ccccssccessseseeeseeers 2,060.00 


(b) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


By a small entity (§ 1.9(f)) 
By other than a small entity.................:csccseeseeseeseeseeeee-d 10.00 


(c) In addition to the fee for filing a notice of appeal, for 
filing a brief in support of an appeal: 


By a small entity (§ 1.9(f)) 


By other than a small entity 

(d) For filing a request for an oral hearing before the Boar 
of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


Wy i SUMREE CUE CS 1G) oss scesccseescesessnveceseniascnse 135.00 


By other than a small entity 


(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph.................... 130.00 


§ 1.182 - for decision on a question not specifically provided 
for. 


§ 1.183 - to suspend the rules. 


§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a 
patent. 


§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired 
patent. 


§ 1.644(e) - for petition in an interference. 


§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 


§ 1.666(c) - for late filing of interference settlement agreement. 
§ 5.12 - for expedited handling of a foreign filing license. 
§ 5.15 - for changing the scope of a license. 
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§ 5.25 - for retroactive license. 


(i) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 
§ 1.12 - for access to an assignment record. 
§ 1.14 - for access to an application. 


§ 1.41 - to supply the name or names of the inventor or 
inventors after the filing date without an oath or declaration 
as prescribed by § 1.63, except in provisional applications. 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 


§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - to accord a filing date, except in provisional applica- 
tions. 


§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and return of information. 

§ 1.84 - for accepting color drawings or photographs. 

§ 1.91 - for entry of a model or exhibit. 

§ 1.97(d) - to consider an information disclosure statement. 
§ 1.102 - to make an application special. 

§ 1.103 - to suspend action in application. 

§ 1.177 - for divisional reissues to issue separately. 

§ 1.312 - for amendment after payment of issue fee. 

§ 1.313 - to withdraw an application from issue. 

§ 1.314 - to defer issuance of a patent. 

§ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


** Ke * 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.41 - to supply the names or names of the inventor or 
inventors after the filing date without a cover sheet as prescribed 
by § 1.51(c)(1) in a provisional application. 


§ 1.48 - for correction of inventorship in a provisional applica- 
tion. 


§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to 
a provisional application under § 1.53(c). 


** * * * 


11. Section 1.21 is amended by revising paragraphs (1) and (n) 
to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
xe KK * 
(1) For processing and retaining any application abandoned 
oo to § 1.53(f), unless the required basic filing bo (§ 
1.16) has been paid 130, 


** ek * 


(n) For handling an application in which oes are 
terminated pursuant to § 1.53(e) 130. 


**# KK * 


12. Section 1.26 is amended by revising paragraph (a) to read 
as follows: 


§ 1.26 Refunds. 
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(a) Any fee paid by actual mistake or in excess of that 
required will be refunded, but a mere change of purpose after 
the payment of money, as when a party desires to withdraw 
an application, an appeal, or a request for oral hearing, will 
not entitle a party to demand such a return. Amounts of twenty- 
five dollars or less will not be returned unless specifically 
requested within a reasonable time, nor will the payer be noti- 
fied of such amounts; amounts over twenty-five dollars may 
be returned by check or, if requested, by credit to a deposit 
account. 


**k* kK * 


13. Section 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity 
(§ 1.9(f) of this part) for purposes of paying fees in an applica- 
tion or a patent must file a statement in the application or patent 
prior to or with the first fee paid as a small entity. Such a 
statement need only be filed once in an application or patent 
and remains in effect until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of 
an independent inventor must be signed by the independent 
inventor except as provided in § 1.42, § 1.43, or § 1.47 of this 
part and must state that the inventor qualifies as an independent 
inventor in accordance with § 1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must file a 
statement establishing status as an independent inventor in 
order to qualify as a small entity. Where any rights have been 
assigned, granted, conveyed, or licensed, or there is an obliga- 
tion to assign, grant, convey, or license, any rights to a small 
business concern, a nonprofit organization, or any other indi- 
vidual, a statement must be filed by the individual, the owner 
of the small business concern, or an official of the small business 
concern or nonprofit organization empowered to act on behalf 
of the small business concern or nonprofit organization identi- 
fying their status. For purposes of a statement under this para- 
graph, a license to a Federal agency resulting from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) 
does not constitute a license as set forth in § 1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i)Be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; 


(ii) State that the concern qualifies as a small business concern 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concern or, if 
the rights are not exclusive, that all other rights belong to small 
entities as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 


(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 


(ii) State that the organization qualifies as a nonprofit organi- 
zation as defined in § 1.9(e) of this part specifying under which 
one of § 1.9(e)(1), (2), (3), or (4) of this part the organization 
qualifies; and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights 
are not exclusive that all other rights belong to small entities 
as defined in § 1.9 of this part. 


(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the 
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other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency pursuant to 35 U.S.C. 202(c)(4) does not 
constitute a conveyance of rights as set forth in this paragraph. 


14. Section 1.28 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§§ 
1.9(f) and 1.27 of this part) in any application or patent prior 
to paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid infull prior to 
establishing status as a small entity may only be obtained if a 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of 
payment of, the fee. 


(2) Status as a small entity must be specifically established 
in each application or patent in which the status is available 
and desired. Status as a small entity in one application or 
patent does not affect any other application or patent, including 
applications or patents which are directly or indirectly depen- 
dent upon the application or patent in which the status has been 
established. The refiling of an application under § 1.53 as 
a continuation, division, or continuation-in-part (including a 
continued prosecution application under § 1.53(d)), or the filing 
of a reissue application requires a new determination as to 
continued entitlement to small entity status for the continuing 
or reissue application. A nonprovisional application claiming 
benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior 
application, or a reissue application may rely on a statement 
filed in the prior application or in the patent if the nonprovisional 
application or the reissue application includes a reference to 
the statement in the prior application or in the patent or includes 
a copy of the statement in the prior application or in the patent 
and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be 
treated as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 
1.27 of this part unless the Office is notified of a change in 
status. 


x** KK * 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small 
entity was established in error or that through error the Office 
was not notified of a change in status as required by paragraph 
(b) of this section, the error will be excused upon payment of 
the deficiency between the amount paid and the amount due. 
The deficiency is based on the amount of the fee, for other 
than a small entity, in effect at the time the deficiency is paid 
in full. 


** KK * 


15. Section 1.33 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.33 Correspondence address respecting patent applica- 
tions, reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see 
§§ 3.71 and 3.73) or an attorney or agent of record (see § 
1.34(b)) may specify a correspondence address to which com- 
munications about the application are to be directed. All notices, 
official letters, and other communications in the application 
will be directed to the correspondence address or, if no such 
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correspondence address is specified, to an attorney or agent of 
record (see § 1.34(b)), or, if no attorney or agent is of record, 
to the applicant, so long as a post office address has been 
furnished in the application. Double correspondence with an 
applicant and an attorney or agent, or with more than one 
attorney or agent, will not be undertaken. If more than one 
attorney or agent is made of record and a correspondence 
address has not been specified, correspondence will be held 
with the one last made of record. 


(b) Amendments and other papers filed in the application 
must be signed by: 


(1) An attorney or agent of record appointed in compliance 
with § 1.34(b); 


(2) A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is 
an assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and 
any assignee(s) of the remaining interest and any applicant 
retaining an interest, if there is an assignee of record of an 
undivided part interest; or 


(5) All of the applicants (§§ 1.42, 1.43 and 1.47) for patent, 
unless there is an assignee of record of the entire interest and 
such assignee has taken action in the application in accordance 
with §§ 3.71 and 3.73. 


** KK * 


16. Section 1.41 is amended by revising paragraph (a) to read 
as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed 
by § 1.63, except as provided for in § 1.53(d)(4) and§ 1.63(d). 
If an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
or changing the name or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that 
inventorship set forth in the cover sheet as prescribed by § 
1.51(c)(1). If a cover sheet as prescribed by § 1.51(c)(1) is not 
filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying or changing the name or names of the inventor or 
inventors. 


(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the 
name or names of person or persons believed to be the actual 
inventor or inventors should be provided for identification pur- 
poses when the application papers pursuant to § 1.53(b) or (c) 
are filed. If no name of a person believed to be an actual 
inventor is so provided, the application should include an appli- 
cant identifier consisting of alphanumeric characters. 


xe KK * 


17. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
himself or herself and the nonsigning inventor. The oath or 
declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, the fee set forth 
in § 1.17(i) and the last known address of the nonsigning 
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inventor. The Patent and Trademark Office shall, except in a 
continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to the nonsigning inventor 
at said address and publish notice of the filing of the application 
in the Official Gazette. The nonsigning inventor may subse- 
quently join in the application on filing an oath or declaration 
complying with § 1.63. 


(b) Whenever all of the inventors refuse to execute an 
application for patent, or cannot be found or reached after 
diligent effort, a person to whom an inventor has assigned or 
agreed in writing to assign the invention or who otherwise 
shows sufficient proprietary interest in the matter justifying 
such action may make application for patent on behalf of and 
as agent fer all the inventors. The oath or declaration in such 
an application must be accompanied by a petition including 
proof of the pertinent facts, a showing that such action is 
necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excep- 
ting a continued prosecution application under § 1.53(d), for- 
ward notice of the filing of the application to all of the inventors 
at the addresses stated in the application and publish notice of 
the filing of the application in the Official Gazette. An inventor 
may subsequently join in the application on filing an oath or 
declaration complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, 
other than a reissue application. 


(a) If the inventive entity is set forth in error in an executed 
§ 1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive inten- 
tion on the part of the person named as an inventor in error 
or on the part of the person who through error was not named 
as an inventor, the application may be amended to name only the 
actual inventor or inventors. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 
added as an inventor and from each person being deleted as 
an inventor that the error in inventorship occurred without 
deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution 
of the application results in the amendment or cancellation of 
claims so that fewer than all of the currently named inventors 
are the actual inventors of the invention being claimed in the 
application, an amendment must be filed deleting the name or 
names of the person or persons who are not inventors of the 
invention being claimed. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; 
and 

(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue 
application, discloses unclaimed subject matter by an inventor 
or inventors not named in the application, the application may 
be amended to add claims to the subject matter and name the 
correct inventors for the application. When the application is 
involved in an interference, the amendment must comply with 
the requirements of this section and must be accompanied by 
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a motion under § 1.634. Such amendment must be accompanied 
by: 

(1) A petition including a statement from each person being 
added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error 
occurred without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the omitted inventor or inventors. Such 
amendment must be accompanied by: 


(1) A petition including a statement that the inventorship 
error occurred without deceptive intention on the part of the 
omitted inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention on the part of such person or persons, 
an amendment may be filed in the provisional application 
deleting the name or names of the person or persons who were 
erroneously named. Such amendment must be accompanied 
by: 

(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship 
error occurred without deceptive intention on the part of such 
person or persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on 
filing a nonprovisional application under § 1.53(b) without an 
executed oath or declaration under § 1.63, the later submission 
of an executed oath or declaration under § 1.63 during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 

(2) If the correct inventor or inventors are not named on 
filing a provisional application without a cover sheet under § 
1.51(c)(1), the later submission of a cover sheet under § 
1.51(c)(1) during the pendency of the application will act to 
correct the earlier identification of inventorship. 

(g) The Office may require such other information as may 
be deemed appropriate under the particular circumstances sur- 
rounding the correction of inventorship. 


19. Section 1.51 is revised to read as follows: 
§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including 
a claim or claims, see §§ 1.71 to 1.77; 


(2) An oath or declaration, see § 1.63 and § 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 


(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 


(1) A cover sheet identifying: 


(i) The application as a provisional application, 
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(ii) The name or names of the inventor or inventors, (see § 
1.41(a)(2)), 


(iii) The residence of each named inventor, 
(iv) The title of the invention, 


(v) The name and registration number of the attorney or 
agent (if applicable), 


(vi) The docket number used by the person filing the applica- 
tion to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency 
of the U.S. Government or under a contract with an agency of 
the U.S. Government); 


(2) A specification as prescribed by the first paragraph of 
35 U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 
1.98. No information disclosure statementmay be filed in a 
provisional application. 


20. Section 1.52 is amended by revising paragraphs (a), (c) 
and (d) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph(d) of this section, 
or be accompanied by a translation of the application and a 
translation of any corrections or amendments into the English 
language together with a statement that the translation is accu- 
rate. All papers which are to become a part of the permanent 
records of the Patent and Trademark Office must be legibly 
written either by a typewriter or mechanical printer in perma- 
nent dark ink or its equivalent in portrait orientation on flexible, 
strong, smooth, non-shiny, durable, and white paper. All of the 
application papers must be presented in a form having sufficient 
clarity and contrast between the paper and the writing thereon 
to permit the direct reproduction of readily legible copies in 
any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use 
of digital imaging and optical character recognition. If the 
papers are not of the required quality, substitute typewritten 
or mechanically printed papers of suitable quality will be 
required. See § 1.125 for filing substitute typewritten or 
mechanically printed papers constituting a substitute specifica- 
tion when required by the Office. 


** KK * 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed should be made on or before 
the signing of any accompanying oath or declaration pursuant 
to § 1.63 referring to those application papers and should be 
dated and initialed or signed by the applicant on the same sheet 
of paper. Application papers containing alterations made after 
the signing of an oath or declaration referring to those applica- 
tion papers must be supported by a supplemental oath or decla- 
ration under § 1.67(c). After the signing of the oath or 
declaration referring to the application papers, amendments 
may only be made in the manner provided by § 1.121. 


(d) An application may be filed in a language other than 
English. An English translation of the non-English-language 
application, a statement that the translation is accurate, and the 
fee set forth in § 1.17(k) are required to be filed with the 
application or within such time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 
§ 1.53 Application number, filing date, and completion of 
application. 


(a) Application number. Any papers received in the Patent 
and Trademark Office which purport to be an application for a 
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patent will be assigned an application number for identification 
purposes. 

(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
section, except for a provisional application under paragraph (c) 
of this section or a continued prosecution application under 
paragraph (d) of this section, is the date on which a specification 
as prescribed by 35 U.S.C. 112 containing a description pur- 
suant to § 1.71 and at least one claim pursuant to § 1.75, and 
any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No new matter may be introduced into an 
application after its filing date. A continuing application, which 
may be a continuation, divisional, or continuation-in-part appli- 
cation, may be filed under the conditions specified in 35 U.S.C. 
120, 121 or 365(c) and § 1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named 
in the prior application may be filed under this paragraph or 
paragraph (d) of this section. 


(2) A continuation-in-part application (which may disclose 
and claim subject matter not disclosed in the prior application) 
or a continuation or divisional application naming an inventor 
not named in the prior application must be filed under this 
paragraph. 

(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which 
a specification as prescribed by the first paragraph of 35 U.S.C. 
112, and any drawing required by § 1.81(a) are filed in the 
Patent and Trademark Office. No amendment, other than to 
make the provisional application comply with the patent statute 
and all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 


(1) A provisional application must also include the cover 
sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. Otherwise, the 
application will be treated as an application filed under para- 
graph (b) of this section. 


(2) An application for patent filed under paragraph (b) of 
this section may be converted to a provisional application and 
be accorded the original filing date of the application filed 
under paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with 
the fee set forth in § 1.17(q), is filed prior to the earliest of: 


(A) Abandonment of the application filed under paragraph 
(b) of this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 

(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of 
this section. 


(ii) The grant of any such petition will not entitle applicant 
to a refund of the fees which were properly paid in the applica- 
tion filed under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c) or § 1.78 of any other application. No claim for priority 
under § 1.78(a)(3) may be made in a design application based 
on a provisional application. No request under § 1.293 for a 
statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821 through 1.825 
regarding application disclosures containing nucleotide and/ 
or amino acid sequences are not mandatory for provisional 
applications. 

(d) Application filing requirements - Continued prosecution 
(nonprovisional) application. 

(1) Acontinuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed 
as a continued prosecution application under this paragraph, 
provided that: 
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(i) The prior nonprovisional application is either: 


(A) Complete as defined by § 1.51(b) and filed on or after 
June 8, 1995; or 


(B) The national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 
1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless 
a petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 
(C) Termination of proceedings on the prior application. 


(2) The filing date of a continued prosecution application is 
the date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 
paragraph: 

(i) Must identify the prior application; 

(ii) Discloses and claims only subject matter disclosed in 
the prior application; 

(iii) Names as inventors the same inventors named in the 


prior application on the date the application under this paragraph 
was filed, except as provided in paragraph (d)(4) of this section; 


(iv) Includes the request for an application under this para- 
graph, will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath 
ordeclaration from the prior application, to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes; and 


(v) Is a request to expressly abandon the prior application 
as of the filing date of the request for an application under this 


paragraph. 
(3) The filing fee for a continued prosecution application 
filed under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based on the number of 
claims remaining in the application after entry of any amend- 
ment accompanying the request for an application under this 
paragraph and entry of any amendments under § 1.116 unen- 
tered in the prior application which applicant has requested to 
be entered in the continued prosecution application. 


(4) An application filed under this paragraph may be filed 
by fewer than al] the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion 
of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application. 
No person may be named as an inventor in an application filed 
under this paragraph who was not named as an inventor in the 
prior application on the date the application under this paragraph 
was filed, except by way of a petition under § 1.48. 


(5) Any new change must be made in the form of an 
amendment to the prior application as it existed prior to the 
filing of an application under this paragraph. No amendment 
in an application under this paragraph (a continued prosecutiori 
application) may introduce new matter or matter that would 
have been new matter in the prior application. Any new specifi- 
cation filed with the request for an application under this para- 
graph will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. 


(6) The filing of a continued prosecution application under 
this paragraph will be construed to include a waiver of confiden- 
tiality by the applicant under 35 U.S.C. 122 to the extent that 
any member of the public, who is entitled under the provisions 
of § 1.14 to access to, copies of, or information concerning 
either the prior application or any continuing application filed 
under the provisions of this paragraph, may be given similar 
access to, copies of, or similar information concerning the other 
application or applications in the file jacket. 
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(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every applica- 
tion assigned the application number identified in such request. 
No amendment in an application under this paragraph may 
delete this specific reference to any prior application. 


(8) In addition to identifying the application number of the 
prior application, applicant should furnish in the request for 
an application under this paragraph the following information 
relating to the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 
(iii) Correspondence address. 


(9) Envelopes containing only requests and fees for filing 
an application under this paragraph should be marked “Box 
CPA.” Requests for an application under this paragraph filed 
by facsimile transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or 
(d) of this section does not meet the requirements of such 
paragraph to be entitled to a filing date, applicant will be so 
notified, if a correspondence address has been provided, and 
given a time period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or draw- 
ing(s), must be by way of a petition pursuant to this paragraph. 
Any petition under this paragraph must be accompanied by the 
fee set forth in § 1.17(i) in an application filed under paragraphs 
(b) or (d) of this section, and the fee set forth in § 1.17(q) in 
an application filed under paragraph (c) of this section. In 
the absence of a timely (§ 1.181(f)) petition pursuant to this 
paragraph, the filing date of an application in which the appli- 
cant was notified of a filing error pursuant to paragraph (e)(1) 
of this section will be the date the filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing 
error within the given time period or otherwise timely(§ 
1.181(f)) take action pursuant to this paragraph, proceedings 
in the application will be considered terminated. Where pro- 
ceedings in an application are terminated pursuant to this para- 
graph, the application may be disposed of, and any filing fees, 
less the handling fee set forth in § 1.21(n), will be refunded. 


(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. If an 
application which has been accorded a filing date pursuant to 
paragraph (b) of this section, including a continuation, divi- 
sional, or continuation-in-part application, does not include the 
appropriate filing fee or an oath or declaration by the applicant 
pursuant to § 1.63 or § 1.175, or, if an application which has 
been accorded a filing date pursuant to paragraph (d) of this 
section does not include the appropriate filing fee, applicant 
will be so notified, if a correspondence address has been pro- 
vided, and given a period of time within which to file the fee, 
oath or declaration, and the surcharge as set forth in § 1.16(e) 
in order to prevent abandonment of the application. See § 
1.63(d) concerning the submission of a copy of the oath or 
declaration from the prior application for a continuation or 
divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed 
of. The notification pursuant to this paragraph may be made 
simultaneously with any notification pursuant to paragraph (e) 
of this section. If no correspondence address is included in the 
application, applicant has two months from the filing date to 
file the basic filing fee, the oath or declaration in an application 
under paragraph (b) of this section, and the surcharge as set 
forth in § 1.16(e) in order to prevent abandonment of the 
application; or, if no basic filing fee has been paid, one year 
from the filing date to pay the processing and retention fee set 
forth in § 1.21(1) to prevent disposal of the application. 


(g) Completion of application subsequent to filing - Provi- 
sional application. If a provisional application which has been 
accorded 
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accorded a filing date pursuant to paragraph (c) of this section 
does not include the appropriate filing fee or the cover sheet 
required by § 1.51(c)(1), applicant will be so notified, if a 
correspondence address has been provided, and given a period 
of time within which to file the fee, cover sheet, and the sur- 
charge as set forth in § 1.16(1) in order to prevent abandonment 
of the application. If the required filing fee is not timely paid, 
the application may be disposed of. The notification pursuant 
to this paragraph may be made simultaneously with any notifi- 
cation pursuant to paragraph (e) of this section. If no correspon- 
dence address is included in the application, applicant has two 
months from the filing date to file the basic filing fee, cover 
sheet, and the surcharge as set forth in § 1.16(1) in order to 
prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional 
(including continued prosecution) application. An application 
for a patent filed under paragraphs (b) or (d) of this section 
will not be placed on the files for examination until all its 
required parts, complying with the rules relating thereto, are 
received, except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 


(i) Subsequent treatment of application - Provisional applica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after 
its filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date 
of an international application designating the United States 
America is treated as the filing date in the United States of 
America under PCT Article 11(3), except as provided in 35 
U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; otherwise, a letter must 
accompany each part, accurately and clearly connecting it with 
the other parts of the application. See § 1.53(f) and (g) with 
regard to completion of an application. 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d). 


23. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a) 
through (d) and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in 35 U.S.C. 119(b) must be filed 
in the case of an interference(§ 1.630), when necessary to 
overcome the date of a reference relied upon by the examiner, 
when specifically required by the examiner, and in all other 
situations, before the patent is granted. If the claim for priority 
or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(i). 
If the certified copy is not in the English language, a translation 
need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. 


**e KK 


24. Section 1.59 and its heading are revised to read as follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 
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(a)(1) Information in an application will not be expunged 
and returned, except as provided in paragraph (b) of this section. 
See § 1.618 for return of unauthorized and improper papers in 
interferences. 


(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an exe- 
cuted oath or declaration under §§ 1.63 and 1.175) will not be 
expunged from the application file. 


(b) Information, other than what is excluded by paragraph 
(a)(2) of this section, maybe requested to be expunged and 
returned to applicant upon petition under this paragraph and 
payment of the petition fee set forth in § 1.17(i). Any petition 
to expunge and return information from an application must 
establish to the satisfaction of the Commissioner that the return 
of the information is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies 
of an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 


§ 1.60 [Reserved] 


26. Section 1.62 is removed and reserved. 


§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and 
(d) and adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post 
office address and country of citizenship of each inventor; and 


(4) State whether the inventor is a sole or joint inventor of 
the invention claimed. 


* * eK * 


(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application, provided that: 


(i)The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 


(ii) The continuation or divisional application was filed by 
all or by fewer than all of the inventors named in the prior 
application; 


(iii) The specification and drawings filed in the continuation 
or divisional application contain no matter that would have 
been new matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for the continuation or divisional 
application. 


(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion 
of the name or names of the person or persons who are not 
inventors in the continuation or divisional application. 


(3) Where the executed oath or declaration of which a copy 
is submitted for a continuation or divisional application was 
originally filed in a prior application accorded status under § 
1.47, the copy of the executed oath or declaration for such 
prior application must be accompanied by: 
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(i) A copy of the decision granting a petition to accord § 
1.47 status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continua- 
tion or divisional application claims a benefit under 35 U.S.C. 
120, 121, or 365(c); and 


(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found 
or reached has subsequently joined in the prior application or 
another application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121, or 365(c), 
a copy of the subsequently executed oath(s) or declaration(s) 
filed by the inventor or legal representative to join in the applica- 
tion. 


(4) Where the power of attorney (or authorization of agent) 
or correspondence address was changed during the prosecution 
of the prior application, the change in power of attorney (or 
authorization of agent) or correspondence address must be iden- 
tified in the continuation or divisional application. Otherwise, 
the Office may not recognize in the continuation or divisional 
application the change of power of attorney (or authorization 
of agent) or correspondence address during the prosecution of 
the prior application. 


(5) A newly executed oath or declaration must be filed in 
a continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in 
any continuation-in-part application, which application may 
name all, more, or fewer than all of the inventors named in 
the prior application. The oath or declaration in any continua- 
tion-in-part application mustalso state that the person making 
the oath or declaration acknowledges the duty to disclose to 
the Office all information known to the person to be material 
to patentability as defined in§ 1.56 which became available 
between the filing date of the prior application and the national 
or PCT international filing date of the continuation-in-part 
application. 


28. Section 1.67 is amended by revising paragraph (b) to read 
as follows: 


§ 1.67 Supplemental oath or declaration. 


* KK KK 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(f) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper situations, the oath or declaration here required may be 
made on information and belief by an applicant other than the 
inventor. 


x KK KK 


29. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


**k KK * 


(b) Unless the text of any oath or declaration in a language 
other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by an English 
translation together with a statement that the translation is 
accurate, except that in the case of an oath or declaration filed 
under § 1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to file the 
translation. 
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30. Section 1.78 is amended by revising paragraph (a) to read 
as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 


(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications desig- 
nating the United States of America. In order for a nonprovi- 
sional application to claim the benefit of a prior filed copending 
nonprovisional application or copending international applica- 
tion designating the United States of America, each prior appli- 
cation must name as an inventor at least one inventor named 
in the later filed nonprovisional application and disclose the 
named inventor’s invention claimed in at least one claim of 
the later filed nonprovisional application in the manner provided 
by the first paragraph of 35 U.S.C. 112. In addition, each prior 
application must be: 


(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United 
States of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 
1.53(d) and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and 
have paid therein the processing and retention fee set forth in 
§ 1.21(1) within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. The request for a continued 
prosecution application under § 1.53(d) is the specific reference 
required by 35 U.S.C. 120 to the prior application. The identifi- 
cation of an application by application number under this sec- 
tion is the specific reference required by 35 U.S.C. 120 to every 
application assigned that application number. Cross-references 
to other related applications may be made when appropriate 
(see § 1.14(a)). 


(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed on or prior to the Saturday, Sunday, or Federal holiday. 
In order for a nonprovisional application to claim the benefit 
of one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 


(i) Complete as set forth in § 1.51(c); or 


(ii) Entitled to a filing date as set forth in § 1.53(c) and 
include the basic filing fee set forth in § 1.16(k). 


(4) Any nonprovisional application claiming the benefit of 
one or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional applica- 
tion, and including the provisional application number (con- 
sisting of series code and serial number). 


x** KK * 
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31. Section 1.84 is amended by revising paragraphs (a)(2)(i), 
(b), (c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 
(a) * * * 
(2) * * * 
(i) The fee set forth in § 1.17(i); 


** KK * 


(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted 
in utility patent applications. However, the Office will accept 
photographs in utility patent applications only after the granting 
of a petition filed under this paragraph which requests that 
photographs be accepted. Any such petition must include the 
following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either 
be developed on double weight photographic paper or be perma- 
nently mounted on bristol board. The photographs must be 
of sufficient quality so that all details in the drawings are 
reproducible in the printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. Identifying indicia, if provided, 
should include the application number or the title of the inven- 
tion, inventor’s name, docket number (if any), and the name 
and telephone number of a person to call if the Office is unable 
to match the drawings to the proper application. This informa- 
tion should be placed on the back of each sheet of drawings 
a minimum distance of 1.5 cm. (5/8 inch) down from the top 
of the page. In addition, a reference to the application number, 
or, if an application number has not been assigned, the inven- 
tor’s name, may be included in the left-hand corner, provided 
that the reference appears within 1.5 cm. (5/8 inch) from the 
top of the sheet. 


* * KK * 


(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target 
points (i.e., cross-hairs) printed on two catercorner margin cor- 
ners. Each sheet must include a top margin of at least 2.5 cm. 
(1 inch), a left sidemargin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (5/8 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 


** kK * 


32. Section 1.91 and its heading are revised to read as follows: 
§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the 
record of an application unless it: 


(1) Substantially conforms to the requirements of § 1.52 or 
§ 1.84; 


(2) Is specifically required by the Office; or 
(3) Is filed with a petition under this section including: 
(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in 
the file record is necessary to demonstrate patentability. 


(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may 
be required by the Office if deemed necessary for any purpose 
in examination of the application. 
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33. Section 1.92 is removed and reserved. 


§ 1.92 [Reserved] 


34. Section 1.97 is amended by revising paragraphs (c) through 
(e) to read as follows: 


§ 1.97 Filing of information disclosure statement. 
**KKK * 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either 
a final action under § 1.113, or a notice of allowance under § 
1.311, whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; 
or 


(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue 
fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the information 
disclosure statement; or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement after 
making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any indi- 
vidual designated in § 1.56(c) more than three months prior to 
the filing of the information disclosure statement. 


KKKKX 


35. Section 1.101 is removed and reserved. 


§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read 
as follows: 


§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of turn for examina- 
tion or for further action except as provided by this part, or 
upon order of the Commissioner to expedite the business of 
the Office, or upon filing of a request under paragraph (b) of 
this section or upon filing a petition under paragraphs (c) or 
(d) of this section with a showing which, in the opinion of the 
Commissioner, will justify so advancing it. 


** KK *K 


37. Section 1.103 is amended by revising paragraph (a) to read 
as follows: 


§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
Action will not be suspended when a reply by the applicant to 
an Office action is required. 


** * * * 


38. Section 1.104 and its heading are revised to read as follows: 
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§ 1.104 Nature of examination. 
(a) Examiner’s action. 


(1) On taking up an application for examination or a patent 
in a reexamination proceeding, the examiner shall make a thor- 
ough study thereof and shall make a thorough investigation of 
the available prior art relating to the subject matter of the 
claimed invention. The examination shall be complete with 
respect both to compliance of the application or patent under 
reexamination with the applicable statutes and rules and to the 
patentability of the invention as claimed, as well as with respect 
to matters of form, unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner’s action. The reasons for any adverse action or any 
objection or requirement will be stated and such information 
or references will be given as may be useful in aiding the 
applicant, or in the case of a reexamination proceeding the 
patent owner, to judge the propriety of continuing the prose- 
cution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international- 
type search report prepared thereon at the time of the national 
examination on the merits, upon specific written request 
therefor and payment of the international-type search report 
fee set forth in § 1.21(e). The Patent and Trademark Office 
does not require that a formal report of an international-type 
search be prepared in order to obtain a search fee refund in a 
later filed international application. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, 
the same person if: 


(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(iii) An affidavit or declaration by the common owner is 
filed which states that there is common ownership and states 
facts which explain why the affiant or declarant believes there 
is common ownership, which affidavit or declaration may be 
signed by an official of the corporation or organization empow- 
ered to act on behalf of the corporation or organization when 
the common owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner’s action. The examiner’s action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the exam- 
iner may be limited to such matters before further action is 
made. However, matters of form need not be raised by the 
examiner until a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those consid- 
ered unpatentable will be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her com- 
mand. When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the partic- 
ular part relied on must be designated as nearly as practicable. 
The pertinence of each reference, if not apparent, must be 
clearly explained and each rejected claim specified. 


(3) In rejecting claims the examiner may rely upon admissions 
by the applicant, or the patent owner in a reexamination pro- 
ceeding, as to any matter affecting patentability and, insofar 
as rejections in applications are concerned, may also rely upon 
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facts within his or her knowledge pursuant to paragraph (d)(2) 
of this section. 


(4) Subject matter which is developed by another person 
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a claimed 
invention unless the entire rights to the subject matter and the 
claimed invention were commonly owned by the same person 
or organization or subject to an obligation of assignment to 
the same person or organization at the time the claimed inven- 
tion was made. 


(5) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration naming 
that inventor if the reissue application seeks to claim subject 
matter: 


(i) Which was not covered by claims issued in the patent 
prior to the date of publication of the statutory invention regis- 
tration; and 


(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their 
numbers and dates, and the names of the patentees must be 
stated. If foreign published applications or patents are cited, 
their nationality or country, numbers and dates, and the names 
of the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


(2) When a rejection in an application is based on facts 
within the personal knowledge of an employee of the Office, 
the data shall be as specific as possible, and the reference must 
be supported, when called for by the applicant, by the affidavit 
of such employee, and such affidavit shall be subject to contra- 
diction or explanation by the affidavits of the applicant and 
other persons. 

(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his 
or her reasons for allowing a claim or claims, the examiner 
may set forth such reasoning. The reasons shall be incorporated 
into an Office action rejecting other claims of the application 
or patent under reexamination or be the subject of a separate 
communication to the applicant or patent owner. The applicant 
or patent owner may file a statement commenting on the reasons 
for allowance within such time as may be specified by the 
examiner. Failure to file such a statement does not give rise 
to any implication that the applicant or patent owner agrees 
with or acquiesces in the reasoning of the examiner. 


39. Section 1.105 is removed and reserved. 


§ 1.105 [Reserved] 
40. Section 1.106 is removed and reserved. 


§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 
§ 1.107 [Reserved] 


42. Section 1.108 is removed and reserved. 


§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 
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§ 1.109 [Reserved] 


44. Section 1.111 is amended by revising paragraph (b) to read 
as follows: 


§ 1.111 Reply by applicant or patent owner. 


* * * * * 


(b) In order to be entitled to reconsideration or further 
examination, the applicant or patent owner must reply to the 
Office action. The reply by the applicant or patent owner must 
be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner’s action and must reply 
to every ground of objection and rejection in the prior Office 
action. The reply must present arguments pointing out the 
specific distinctions believed to render the claims, including 
any newly presented claims, patentable over any applied refer- 
ences. If the reply is with respect to an application, a request 
may be made that objections or requirements as to form not 
necessary to further consideration of the claims beheld in abey- 
ance until allowable subject matter is indicated. The applicant’ s 
or patent owner’s reply must appear throughout to be a bona 
fide attempt to advance the application or the reexamination 
proceeding to final action. A general allegation that the claims 
define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them 
from the references does not comply with the requirements of 
this section. 


KKK KK 


45. Section 1.112 and its heading are revised to read as follows: 


§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non- 
final action, the application or patent under reexamination will 
be reconsidered and again examined. The applicant or patent 
owner will be notified if claims are rejected, or objections 
or requirements made, in the same manner as after the first 


examination. Applicant or patent owner may reply to such 
Office action in the same manner provided in § 1.111, with or 
without amendment, unless such Office action indicates that it 
is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 


§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be 
made final, whereupon applicant’s or patent owner’s reply is 
limited to appeal in the case of rejection of any claim (§ 1.191), 
or to amendment as specified in § 1.116. Petition may be taken 
to the Commissioner in the case of objections or requirements 
not involved in the rejection of any claim (§ 1.181). Reply to 
a final rejection or action must include cancellation of, or appeal 
from the rejection of, each rejected claim. If any claim stands 
allowed, the reply to a final rejection or action must comply 
with any requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat 
or state all grounds of rejection then considered applicable to 
the claims in the application, clearly stating the reasons in 
support thereof. 


47. Section 1.115 is removed and reserved. 


§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The admission 
of, or refusal to admit, any amendment after final rejection, 
and any related proceedings, will not operate to relieve the 
application or patent under reexamination from its condition 
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as subject to appeal or to save the application from abandonment 
under § 1.135. 


* * kK * 


49. Section 1.117 is removed and reserved. 


§ 1.117 [Reserved] 
50. Section 1.118 is removed and reserved. 


§ 1.118 [Reserved] 


51. Section 1.119 is removed and reserved. 


§ 1.119 [Reserved] 


52. Section 1.121 is revised to read as follows: 


§ 1.121 Manner of making amendments. 


(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applica- 
tions, excluding reissue applications, are made by filing a paper, 
in compliance with § 1.52, directing that specified amendments 
be made. 


(1) Specification other than the claims. Except as provided 
in § 1.125, amendments to add matter to, or delete matter from, 
the specification, other than to the claims, may only be made 
as follows: 


(i) Instructions for insertions: The precise point in the specifi- 
cation must be indicated where an insertion is to be made, and 
the matter to be inserted must be set forth. 


(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and 
the matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only 
by a subsequent amendment presenting the previously deleted 
matter as a new insertion. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the 
deletion or insertion is to be made, where the changes are 
limited to: 


(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 


(ii) Claim cancellation or rewriting: A claim may be amended 
by directions to cancel the claim or by rewriting such claim 
with underlining below the matter added and brackets around 
the matter deleted. The rewriting of a claim in this form will 
be construed as directing the deletion of the previous version 
of that claim. If a previously rewritten claim is again rewritten, 
underlining and bracketing will be applied relative to the pre- 
vious version of the claim, with the parenthetical expression 
“twice amended,” “three times amended,” etc., following the 
original claim number. The original claim number followed by 
that parenthetical expression must be used for the rewritten 
claim. No interlineations or deletions of any prior amendment 
may appear in the currently submitted version of the claim. A 
claim canceled by amendment (not deleted and rewritten) can 
be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 


(3) Drawings. 


(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by 
way of a substitute sheet of drawings for each sheet changed 
submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 
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(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior 
to or concurrent with submission of the substitute specification. 


(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclo- 
sure of an application. 


(b) Amendments in reissue applications: Amendments in 
reissue applications are made by filing a paper, in compliance 
with § 1.52, directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (b)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i)(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being 
amended by the current amendment and of each claim being 
added by the current amendmentwith markings pursuant to 
paragraph (b)(2)(i)(C) of this section, except that a patent claim 
or added claim should be cancelled by a statement cancelling 
the patent claim or added claim without presentation of the 
text of the patent claim or added claim. 


(B) Patent claims must not be renumbered and the numbering 
of any claims added to the patent must follow the number of 
the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (b)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure 
of the patent for the amendment along with any additional 
comments on page(s) separate from the page(s) containing the 
amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not 
permitted. Any change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(5) No reissue patent shall be granted enlarging the scope 
of the claims of the original patent unless applied for within 
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two years from the grant of the original patent, pursuant to 35 
U.S.C. 251. No amendment to the patent may introduce new 
matter or be made in an expired patent. 


(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in 
effect as of the date of filing of the reissue application. 


(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved 
in reexamination proceedings must be made in accordance with 
§ 1.530(d). 


53. Section 1.122 is removed and reserved. 


§ 1.122 [Reserved] 


54. Section 1.123 is removed and reserved. 


§ 1.123 [Reserved] 


55. Section 1.124 is removed and reserved. 


§ 1.124 [Reserved] 


56. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers renders it difficult to consider the 
application, or to arrange the papers for printing or copying, 
the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be 
filed at any point up to payment of the issue fee if it is accompa- 
nied by: 

(1) A statement that the substitute specification includes no 
new matter; and 


(2) A marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 


(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 


§ 1.126 Numbering of claims. 


The original numbering of the claims must be preserved 
throughout the prosecution. When claims are canceled the 
remaining claims must not be renumbered. When claims are 
added, they must be numbered by the applicant consecutively 
beginning with the number next following the highest numbered 
claim previously presented (whether entered or not). When the 
application is ready for allowance, the examiner, if necessary, 
will renumber the claims consecutively in the order in which 
they appear or in such order as may have been requested by 
applicant. 


58. Section 1.133 is amended by revising paragraph (b) to read 
as follows: 


§ 1.133 Interviews. 


x** KK * 


(b) In every instance where reconsideration is requested in 
view of an interview with an examiner, a complete written 
statement of the reasons presented at the interview as warranting 
favorable action must be filed by the applicant. An interview 
does not remove the necessity for reply to Office actions as 
specified in §§ 1.111 and 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 
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TIME FOR REPLY BY APPLICANT; ABANDONMENT 
OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 


§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory 
or shortened statutory time period set for reply to an Office 
action. Unless the applicant is notified in writing that a reply 
is required in less than six months, a maximum period of six 
months is allowed. 


61. Section 1.135 and its heading are revised to read as follows: 


§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply 
within the time period provided under § 1.134 and § 1.136, 
the application will become abandoned unless an Office action 
indicates otherwise. 


(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application 
may require. The admission of, or refusal to admit, any amend- 
ment after final rejection or any amendment not responsive to 
the last action, or any related proceedings, will not operate to 
save the application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration 
of some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 


§ 1.136 Extensions of time. 


(a)(1) If an applicant is required to reply within a nonstatutory 
or shortened statutory time period, applicant may extend the 
time period for reply up to the earlier of the expiration of any 
maximum period set by statute or five months after the time 
period set for reply, if a petition for an extension of time and 
the fee set in § 1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted 
pursuant to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been 
filed is the date for purposes of determining the period of 
extension and the corresponding amount of the fee. The expira- 
tion of the time period is determined by the amount of the fee 
paid. A reply must be filed prior to the expiration of the period 
of extension to avoid abandonment of the application (§ 1.135), 
but in no situation may an applicant reply later than the max- 
imum time period set by statute, or be granted an extension of 
time under paragraph (b) of this section when the provisions 
of this paragraph are available. See § 1.136(b) for extensions 
of time relating to proceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.550(c) for extension of time in reexamination 
proceedings; and § 1.645 for extension of time in interference 
proceedings. 


(3) A written request may be submitted in an application 
that is an authorization to treat any concurrent or future reply, 
requiring a petition for an extension of time under this paragraph 
for its timely submission, as incorporating a petition for exten- 
sion of time for the appropriate length of time. An authorization 
to charge all required fees, fees under § 1.17, or all required 
extension of time fees will be treated as a constructive petition 
for an extension of time in any concurrent or future reply 
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requiring a petition for an extension of time under this paragraph 
for its timely submission. Submission of the fee set forth in § 
1.17(a) will also be treated as a constructive petition for an 
extension of time in any concurrent reply requiring a petition 
for an extension of time under this paragraph for its timely 
submission. 

(b) When a reply cannot be filed within the time period set 
for such reply and the provisions of paragraph (a) of this section 
are not available, the period for reply will be extended only 
for sufficient cause and for a reasonable time specified. Any 
request for an extension of time under this paragraph must be 
filed on or before the day on which such reply is due, but the 
mere filing of such a request will not effect any extension under 
this paragraph. In no situation can any extension carry the date 
on which reply is due beyond the maximum time period set 
by statute. See § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.645 for extension of time in interference 
proceedings; and § 1.550(c) for extension of time in reexamina- 
tion proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(1); 


(3) A showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
this paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unintentional. 
The Commissioner may require additional information where 
there is a question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
any petition to revive pursuant to this section must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted thereon equivalent to the period of abandonment 
of the application. Any terminal disclaimer pursuant to this 
paragraph must also apply to any patent granted on any contin- 
uing application that contains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the application for which revival 
is sought. The provisions of this paragraph do not apply to 
lapsed patents. 
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(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent 
upon petition filed pursuant to this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. Unless a 
decision indicates otherwise, this time period may be extended 
under the provisions of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
respond to an Office requirement, may be revived pursuant to 
this section so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


64.Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read 
as follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official 
action being called a requirement for restriction (also known 
as a requirement for division). Such requirement will normally 
be made before any action on the merits; however, it may be 
made at any time before final action. 


** * * * 


66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addi- 
tion to making any reply due on the remainder of the action, 
may petition the Commissioner to review the requirement. 
Petition may be deferred until after final action on or allowance 
of claims to the invention elected, but must be filed not later 
than appeal. A petition will not be considered if reconsideration 
of the requirement was not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim 
to a generic invention (genus) and claims to more than one 
patentably distinct species embraced thereby, the examiner may 
require the applicant in the reply to that action to elect a species 
of his or her invention to which his or her claim will be restricted 
if no claim to the genus is found to be allowable. However, 
if such application contains claims directed to more than a 
reasonable number of species, the examiner may require restric- 
tion of the claims to not more than a reasonable number of 
species before taking further action in the application. 


68. Section 1.152 is revised to read as follows: 


§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used 
to show the character or contour of the surfaces represented. 
Solid black surface shading is not permitted except when used 
to represent the color black as well as color contrast. Broken 
lines may be used to show visible environmental structure, but 
may not be used to show hidden planes and surfaces which 
cannot be seen through opaque materials. Alternate positions 
of a design component, illustrated by full and broken lines in 
the same view are not permitted in a design drawing. 


(2) Color photographs and color drawings are not permitted 
in design applications in the absence of a grantable petition 
pursuant to § 1.84(a)(2). Photographs and ink drawings are not 
permitted to be combined as formal drawings in one application. 
Photographs submitted in lieu of ink drawings in design patent 
applications must comply with § 1.84(b) and must not disclose 
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environmental structure but must be limited to the design for 
the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original applica- 
tion papers constitutes an integral part of the disclosed and 
claimed design, except as otherwise provided in this paragraph. 
This detail may include, but is not limited to, color or contrast, 
graphic or written indicia, including identifying indicia of a 
proprietary nature, surface ornamentation on an article, or any 
combination thereof. 


(1) When any detail shown in informal drawings or photo- 
graphs does not constitute an integral part of the disclosed and 
claimed design, a specific disclaimer must appear in the original 
application papers either in the specification or directly on the 
drawings or photographs. This specific disclaimer in the orig- 
inal application papers will provide antecedent basis for the 
omission of the disclaimed detail(s) in later-filed drawings or 
photographs. 


(2) When informal color drawings or photographs are depos- 
ited with the original application papers without a disclaimer 
pursuant to paragraph (b)(1) of this section, formal color draw- 
ings or photographs, or a black and white drawing lined to 
represent color, will be required. 


69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 
§ 1.154 Arrangement of application elements. 

(a) * * * 


(3) Preamble, stating name of the applicant, title of the 
design, and a brief description of the nature and intended use 
of the article in which the design is embodied. 


xe KK * 


70. Section 1.155 and its heading are revised to read as follows: 


§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to 
a design patent under the law, a notice of allowance will be 
sent to the applicant, or applicant’s attorney or agent, calling 
for the payment of the issue fee (§ 1.18(b)). If this issue fee 
is not paid within three months of the date of the notice of 
allowance, the application shall be regarded as abandoned. 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 1.163 Specification and arrangement of application ele- 
ments. 


KKK * 


(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declaration is 
required. 


x** Kk * * 


72. Section 1.167 is revised to read as follows: 


§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark 
Office to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required 
for an application for an original patent, complying with all 
the rules relating there to except as otherwise provided, and in 
addition, must comply with the requirements of the rules 
relating to reissue applications. 

74. Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
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(see §§ 1.42, 1.43, 1.47), and must be accompanied by the 
written consent of all assignees, if any, owning an undivided 
interest in the patent, but a reissue oath may be made and 
swom to or declaration made by the assignee of the entire 
interest if the application does not seek to enlarge the scope 
of the claims of the original patent. All assignees consenting 
to the reissue must establish their ownership interest in the 
patent by filing in the reissue application a submission in accor- 
dance with the provisions of § 3.73(b). 


** KK * 


75. Section 1.175 is amended by revising paragraphs (a) and 
(b) and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying 
with the requirements of § 1.63, must also state that: 


(1) The applicant believes the original patent to be wholly 
or partly inoperative or invalid by reason of a defective specifi- 
cation or drawing, or by reason of the patentee claiming more 
or less than the patentee had the right to claim in the patent, 
stating at least one error being relied upon as the basis for 
reissue; and 


(2) All errors being corrected in the reissue application up 
to the time of filing of the oath or declaration under this para- 
graph arose without any deceptive intention on the part of the 
applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on 
the part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 
made by the examiner where it is indicated that the submission 
of a supplemental oath or declaration as required byt his para- 
graph will overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is 
based, as set forth in paragraph (a)(1), unless all errors pre- 
viously stated in the oath or declaration are no longer being 
corrected, a subsequent oath or declaration under paragraph 
(b) of this section need not specifically identify any other error 
or errors being corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 


§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations 
of this part will be decided in accordance with the merits of 
each situation by or under the authority of the Commissioner, 
subject to such other requirements as may be imposed, and 
such decision will be communicated to the interested parties 
in writing. Any petition seeking a decision under this section 
must be accompanied by the petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 


§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 

(a) Every applicant for a patent or for reissue of a patent, 
and every owner of a patent under reexamination, any of whose 
claims has been twice or finally (§ 1.113) rejected, may appeal 
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from the decision of the examiner to the Board of Patent Appeals 
and Interferences by filing a notice of appeal and the fee set 
forth in § 1.17(b) within the time period provided under §§ 
1.134 and 1.136 for reply. 


(b) The signature requirement of § 1.33 does not apply to 
a notice of appeal filed under this section. 


** KK * 


79. Section 1.192 is amended by revising paragraph (a) to read 
as follows: 


§ 1.192 Appellant’s brief. 


(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for 
reply to the action from which the appeal was taken, if such 
time is later, file a brief in triplicate. The brief must be accompa- 
nied by the fee set forth in § 1.17(c) and must set forth the 
authorities and arguments on which appellant will rely to main- 
tain the appeal. Any arguments or authorities not included in 
the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 


*x**e KK * 


80. Section 1.193 and its heading are revised to read as follows: 


§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may 
be directed by the Commissioner, furnish a written statement 
in answer to appellant’s brief including such explanation of 
the invention claimed and of the references and grounds of 
rejection as may be necessary, supplying a copy to appellant. 
If the primary examiner finds that the appeal is not regular in 
form or does not relate to an appealable action, the primary 
examiner shall so state. 


(2) An examiner’s answer must not include a new ground 
of rejection, but if an amendment under § 1.116 proposes to 
add or amend one or more claims and appellant was advised that 
the amendment under § 1.116 would be entered for purposes of 
appeal and which individual rejection(s) set forth in the action 
from which the appeal was taken would be used to reject the 
added or amended claim(s), then the appeal brief must address 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised and the exam- 
iner’s answer may include the rejection(s) of the claim(s) added 
or amended by the amendment under § 1.116 as appellant was 
so advised. The filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendment under § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken. 


(b)(1) Appellant may file a reply brief to an examiner’s 
answer within two months from the date of such examiner’s 
answer. See § 1.136(b) for extensions of time for filing a reply 
brief in a patent application and § 1.550(c) for extensions of 
time for filing a reply brief in a reexamination proceeding. The 
primary examiner must either acknowledge receipt and entry 
of the reply brief or withdraw the final rejection and reopen 
prosecution to respond to the reply brief. A supplemental exam- 
iner’s answer is not permitted, unless the application has been 
remanded by the Board of Patent Appeals and Interferences 
for such purpose. 


(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 
exercise one of the following two options to avoid abandonment 
of the application: 


(i) File a reply under § 1.111, if the Office action is not 
final, or a reply under § 1.113, if the Office action is final; or 


(ii) Request reinstatement of the appeal. If reinstatement of 
the appeal is requested, such request must be accompanied by 
a supplemental appeal brief, but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 
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§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary 
or desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as 
appeals decided after oral hearing. 


(b) If appellant desires an oral hearing, appellant must file, 
in a separate paper, a written request for such hearing accompa- 
nied by the fee set forth in § 1.17(d) within two months from 
the date of the examiner’s answer. If appellant requests an oral 
hearing and submits therewith the fee set forth in § 1.17(d), 
an oral argument may be presented by, or on behalf of, the 
primary examiner if considered desirable by either the primary 
examiner or the Board. See § 1.136(b) for extensions of time 
for requesting an oral hearing in a patent application and § 
1.550(c) for extensions of time for requesting an oral hearing 
in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely 
filed by appellant, the appeal will be assigned for consideration 
and decision. If appellant has requested an oral hearing and 
has submitted the fee set forth in § 1.17(d), a day of hearing 
will be set, and due notice thereof given to appeliant and to 
the primary examiner. A hearing will be held as stated in the 
notice, and oral argument will be limited to twenty minutes 
for appellant and fifteen minutes for the primary examiner 
unless otherwise ordered before the hearing begins. If the Board 
decides that a hearing is not necessary, the Board will so notify 


appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences. 
x** KK * 


(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any pending claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement constitutes a new ground of rejection of the claim. 
A new ground of rejection shall not be considered final for 
purposes of judicial review. When the Board of Patent Appeals 
and Interferences makes a new ground of rejection, the appel- 
lant, within two months from the date of the decision, must 
exercise one of the following two options with respect to the 
new ground of rejection to avoid termination of proceedings 
(§ 1.197(c)) as to the rejected claims: 


(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, 
and have the matter reconsidered by the examiner, in which 
event the application will be remanded to the examiner. The 
new ground of rejection is binding upon the examiner unless 
an amendment or showing of facts not previously of record be 
made which, in the opinion of the examiner, overcomes the 
new ground of rejection stated in the decision. Should the 
examiner reject the claims, appellant may again appeal pursuant 
to §§ 1.191 through 1.195 to the Board of Patent Appeals and 
Interferences. 


(2) Request that the application be reheard under § 1.197(b) 
by the Board of Patent Appeals and Interferences upon the 
same record. The request for rehearing must address the new 
ground of rejection and state with particularity the points 
believed to have been misapprehended or overlooked in ren- 
dering the decision and also state all other grounds upon which 
rehearing is sought. Where request for such rehearing is made, 
the Board of Patent Appeals and Interferences shall rehear the 
new ground of rejection and, if necessary, render anew decision 
which shall include all grounds of rejection upon which a patent 
is refused. The decision on rehearing is deemed to incorporate 
the earlier decision for purposes of appeal, except for those 
portions specifically withdrawn on rehearing, and is final for 
the purpose of judicial review, except when noted otherwise 
in the decision. 


ee KK * 
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(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for 
a reasoned decision on the pending appeal. Appellant will be 
given a non-extendable time period within which to respond 
to such a requirement. 


** *K * * 


83. Section 1.197 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the application will be returned to the examiner, 
subject to appellant’s right of appeal or other review, for such 
further action by appellant or by the examiner, as the condition 
of the application may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within 
two months from the date of the original decision, unless the 
original decision is so modified by the decision on rehearing 
as to become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. The request for rehearing 
must state with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision and 


. also state all other grounds upon which rehearing is sought. 


See § 1.136(b) for extensions of time for seeking rehearing in 
a patent application and § 1.550(c) for extensions of time for 
seeking rehearing in a reexamination proceeding. 


** * * * 


84. Section 1.291 is amended by revising paragraph (c) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


**e KK * 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. In the absence of a request by the Office, an applicant 
has no duty to, and need not, reply to a protest. The limited 
involvement of the member of the public filing a protest pur- 
suant to paragraph (a) of this section ends with the filing of 
the protest, and no further submission on behalf of the protestor 
will be considered, except for additional prior art, or unless 
such submission raises new issues which could not have been 
earlier presented. 


85. Section 1.293 is amended by revising paragraph (c) to read 
as follows: 


§ 1.293 Statutory invention registration. 


** KK * 


(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor’s right to receive 
a patent on the invention claimed in the statutory invention 
registration, in any application for an original patent which is 
pending on, or filed after, the date of publication of the statutory 
invention registration. A waiver filed with a request for a statu- 
tory invention registration will not affect the rights of any other 
inventor even if the subject matter of the statutory invention 
registration and an application of another inventor are com- 
monly owned. A waiver filed with a request for a statutory 
invention registration will not affect any rights in a patent to 
the inventor which issued prior to the date of publication of 
the statutory invention registration unless a reissue application 
is filed seeking to enlarge the scope of the claims of the patent. 
See also § 1.104(c)(5). 


86. Section 1.294 is amended by revising paragraph (b) to read 
as follows: 


§ 1.294 Examination of request for publication of a statutory 
invention registration and patent application to which the 
request is directed. 


** ee * 
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(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements 
of § 1.293 and this section are not met by the request filed, 
the notification to applicant will set a period of time within 
which to comply with the requirements in order to avoid aban- 
donment of the application. If the application does not meet 
the requirements of 35 U.S.C. 112, the notification to applicant 
will include a rejection under the appropriate provisions of 35 
U.S.C. 112. The periods for reply established pursuant to this 
section are subject to the extension of time provisions of § 
1.136. After reply by the applicant, the application will again 
be considered for publication of a statutory invention registra- 
tion. If the requirements of § 1.293 and this section are not 
timely met, the refusal to publish will be made final. If the 
requirements of 35 U.S.C. 112 are not met, the rejection pur- 
suant to 35 U.S.C. 112 will be made final. 


** KK * 


87. Section 1.304 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for rehearing or reconsideration of the decision is filed within 
the time period provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 
(ii) Two months after the date of decision of the Board of 
Patent Appeals and Interferences, whichever is later. 


x**e KK * 


88. Section 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 


* KKK * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. For reissue applica- 
tions, see § 1.175(b), which requires a supplemental oath or 
declaration to accompany the amendment. 


89. Section 1.316 is revised to read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date 
of the notice of allowance, the application will be regarded as 
abandoned. Such an abandoned application will not be consid- 
ered as pending before the Patent and Trademark Office. 


90. Section 1.317 is revised to read as follows: 


; 1.317 Lapsed patents; delayed payment of balance of issue 
ee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue 
fee is paid, any remaining balance of the issue fee is to be 
paid within three months from the date of notice thereof and, 
if not paid, the patent will lapse at the termination of the three- 
month period. 


91. Section 1.318 is removed and reserved. 
§ 1.318 [Reserved] 
92. Section 1.324 is revised to read as follows: 


§ 1.324 Correction of inventorship in patent. 
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(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named 
in an issued patent and such error arose without any deceptive 
intention on his or her part, the Commissioner may, on petition, 
or on order of a court before which such matter is called in 
question, issue a certificate naming only the actual inventor or 
inventors. A petition to correct inventorship of a patent involved 
in an interference must comply with the requirements of this 
section and must be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section 
must be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an 
inventor that the inventorship error occurred without any decep- 
tive intention on his or her part; 


(2) A statement from the current named inventors who have 
not submitted a statement under paragraph (b)(1) of this section 
either agreeing to the change of inventorship or stating that 
they have no disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting 
a statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the patent, which 
statement must comply with the requirements of § 3.73(b); and 


(4) The fee set forth in § 1.20(b). 
93. Section 1.352 is removed and reserved. 


§ 1.352 [Reserved] 


94. Section 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 


§ 1.366 Submission of maintenance fees. 


KR KK * 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid. A 
maintenance fee or surcharge may be paid in the manner set 
forth in § 1.23 or by an authorization to charge a deposit account 
established pursuant to § 1.25. Payment of a maintenance fee 
and any necessary surcharge or the authorization to charge a 
deposit account must be submitted within the periods set forth 
in § 1.362(d), (e), or (f). Any payment or authorization of 
maintenance fees and surcharges filed at any other time will 
not be accepted and will not serve as a payment of the mainte- 
nance fee except insofar as a delayed payment of the mainte- 
nance fee is accepted by the Commissioner in an expired patent 
pursuant to a petition filed under § 1.378. Any authorization 
to charge a deposit account must authorize the immediate char- 
ging of the maintenance fee and any necessary surcharge to 
the deposit account. Payment of less than the required amount, 
payment in a manner other than that set forth § 1.23, or in the 
filing of an authorization to charge a deposit account having 
insufficient funds will not constitute payment of a maintenance 
fee or surcharge on a patent. The procedures set forth in § 1.8 
or § 1.10 may be utilized in paying maintenance fees and any 
necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance 
fees are being paid must include the following: 


(1) The patent number; and 


(2) The application number of the United States application 
for the patent on which the maintenance fee is being paid. 


(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2, or 11 1/2-year fee, whether small entity status 
is being changed or claimed, the amount of the maintenance 
fee and any surcharge being paid, and any assigned customer 
number. If the maintenance fee and any necessary surcharge 
is being paid on a reissue patent, the payment must identify the 
reissue patent by reissue patent number and reissue application 
number as required by paragraph (c) of this section and should 
also include the original patent number. 


KR KKK 
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95. Section 1.377 is amended by revising paragraph (c) to read 
as follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
patent. 


* * KK * 


(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attorney or 
agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section 1.378 is amended by revising paragraph (d) to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


x**K KK * 


(d) Any petition under this section must be signed by an 
attorney or agent registered to practice before the Patent and 
Trademark Office, or by the patentee, the assignee, or other 
party in interest. 


xe KK * 


97. Section 1.425 is revised to read as follows: 


§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors 
refuse to sign the Request for the international application or 
cannot be found or reached after diligent effort, the Request 
need not be signed by such inventor if it is signed by another 
applicant. Such international application must be accompanied 
by a statement explaining to the satisfaction of the Commis- 
sioner the lack of the signature concerned. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 


** KK * 


(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applica- 
bility and will set a non-extendable time limit in the written 
opinion for the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section 
is necessary, or after any written opinion and the reply thereto 
or the expiration of the time limit for reply to such written 
opinion, an international preliminary examination report will 
be established by the International Preliminary Examining 
Authority. One copy will be submitted to the International 
Bureau and one copy will be submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during 
the non-extendable time limit for reply by the applicant to a 
written opinion. Additional interviews may be conducted where 
the examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone inter- 
view must be filed by the applicant as a part of the reply to 
the written opinion or, if applicant files no reply, be made of 
record in the file by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read 
as follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 


(a) The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amend- 
ments must: 
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(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled; and 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 


* KKK * 


100. Section 1.488 is amended by revising paragraph (b)(3) to 
read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


KKK K * 


(b) * * * 

(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or estab- 
lish an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. 
In case of any doubt as to which invention is the main invention, 
the invention first mentioned in the claims and previously 
searched by an International Searching Authority shall be con- 
sidered the main invention. 


** KK 


101. Section 1.492 is amended by adding a new paragraph (g) 
to read as follows: 


§ 1.492 National stage fees. 


xe KK K 


(g) If the additional fees required by paragraphs (b), (c), and 
(d) are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims cancelled 
by amendment, prior to the expiration of the time period set 
for reply by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to 
read as follows: 

§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


KKK K * 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 

(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 20 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 20 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply thereto submitted to the Office. 


xk KK * 


103. Section 1.495 is amended by revising paragraph (c) to 
read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


eK *K * 
(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 
(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
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a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 30 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply there to submitted to the Office. 


xe KK 


104. Section 1.510 is amended by revising paragraph (e) to 
read as follows: 


§ 1.510 Request for reexamination. 
sanuee 
(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 
* KKK *K 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 


* KK K 


(d) Amendments in reexamination proceedings. Amendments 
in reexamination proceedings are made by filing a paper, in 
compliance with paragraph (d)(5) of this section, directing that 
specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i)Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 


pursuant to paragraph (d)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i)(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being pro- 
posed to be amended by the current amendment and each 
proposed new claim being added by the current amendment 
with markings pursuant to paragraph (d)(2)(i)(C) of this section, 
except that a patent claim or previously proposed new claim 
should be cancelled by a statement cancelling the patent claim 
or proposed new claim without presentation of the text of the 
patent claim or proposed new claim. 


(B) Patent claims must not be renumbered and the numbering 
of any new claims proposed to be added to the patent must 
follow the number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (d)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all new claims currently or previously 
proposed. 


(iii) Each amendment, when submitted for the first time, 
must be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment along with any 
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additional comments on page(s) separate from the page(s) con- 
taining the amendment. 


(3) No amendment may enlarge the scope of the claims of 
the patent or introduce new matter. No amendment may be 
proposed for entry in an expired patent. Moreover, no amend- 
ment will be incorporated into the patent by certificate issued 
after the expiration of the patent. 


(4) Although the Office actions will treat proposed amend- 
ments as though they have been entered, the proposed amend- 
ments will not be effective until the reexamination certificate 
is issued. 


(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be 
legibly written either by a typewriter or mechanical printer in 
at least 11 point type in permanent dark ink or its equivalent 
in portrait orientation on flexible, strong, smooth, non-shiny, 
durable, white paper. All amendments must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit the direct reproduction of 
readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging or optical 
character recognition. If the amendments are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. The papers, including the 
drawings, must have each page plainly written on only one 
side of a sheet of paper. The sheets of paper must be the same 
size and either 21.0 cm. by 29.7 cm. (DIN sizeA4) or 21.6 cm. 
by 27.9 cm. (8 and 1/2 by 11 inches). Each sheet must include 
a top margin of at least 2.0 cm. (3/4 inch), a left side margin 
of at least 2.5 cm. (1 inch), a right side margin of at least 2.0 
cm. (3/4 inch), and a bottom margin of at least 2.0 cm. (3/4 
inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. 
The pages must be numbered consecutively, starting with 1, 
the numbers being centrally located, preferably below the text, 
or above the text. 


(6) Drawings. 


(i) The original patent drawing sheets may not be altered. 
Any proposed change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and 
to secure substantial correspondence between the claims, the 
remainder of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to 
the patent specification, including the claims, and drawings, 
which is in effect as of the date of filing of the request for 
reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) 
and (e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
ducted with special dispatch within the Office. After issuance 
of the reexamination order and expiration of the time for submit- 
ting any responses thereto, the examination will be conducted 
in accordance with §§ 1.104, 1.110 through 1.113 and 1.116, 
and will result in the issuance of a reexamination certificate 
under § 1.570. 


(b) The patent owner will be given at least thirty days to 
respond to any Office action. Such response may include further 
statements in response to any rejections or proposed amend- 
ments or new claims to place the patent in a condition where 
all claims, if amended as proposed, would be patentable. 
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(e) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing 
of a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
proceeding in the manner provided by § 1.248. The document 
must reflect service or the document may be refused consider- 
ation by the Office. 


(1) The active participation of the reexamination requester 
ends with the reply pursuant to § 1.535, and no further submis- 
sions on behalf of the reexamination requester will be acknowl- 
edged or considered. Further, no submissions on behalf of any 
third parties will be acknowledged or considered unless such 
submissions are: 

(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order 
to reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of 
the order to reexamine pursuant to § 1.525, must meet the 
requirements of and will be treated in accordance with § 
1.501(a). 


107. Section 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after 
the date permitted for reply to the final determination on the 
application. An express withdrawal pursuant to this section is 
effective when acknowledged in writing by the Office. The 
filing of an express withdrawal pursuant to this section and its 
acceptance by the Office does not entitle applicant to a refund 
of the filing fee (§ 1.20(j)) or any portion thereof. 


108. Section 1.785 is amended by revising paragraph (d) to 
read as follows: 


§ 1.785 Multiple applications for extension of term of the 
same patent or of different patents for the same regulatory 
review period for a product. 
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(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period. When an application contains 
such information, or is amended to contain such information, 
it will be considered in determining whether an application is 
eligible for an extension under this section. A request may be 
made of any applicant to supply such information within a 
non-extendable period of not less than one month whenever 
multiple applications for extension of more than one patent are 
received and rely upon the same regulatory review period. 
Failure to provide such information within the period for reply 
set shall be regarded as conclusively establishing that the appli- 
cant is not the holder of the regulatory approval. 


** KK * 


109. Section 1.804 is amended by revising paragraph (b) to 
read as follows: 


§ 1.804 Time of making an original deposit. 


x KKK * 


(b) When the original deposit is made after the effective 
filing date of an application for patent, the applicant must 
promptly submit a statement from a person in a position to 
corroborate the fact, stating that the biological material which 
is deposited is a biological material specifically identified in 
the application as filed. 


110. Section 1.805 is amended by revising paragraph (c) to 
read as follows: 
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§ 1.805 Replacement or supplement of deposit. 


x*KeKK * 


(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
the replacement or supplemental deposit has been made and 
the request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to corrobo- 
rate the fact, and stating that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted 
diligently — 

(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the 
deposit after receiving notice that the earlier deposit had become 
contaminated or had lost its capability to function as described 
in the specification; 

(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the 
deposit being replaced or supplemented; and 


(5) Otherwise establishes compliance with these regulations. 


xe KK * 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


112. Section 3.11 is revised to read as follows: 


§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion 
of the Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 
1959, 3 CFR 1943-1948 Comp.. p. 303) requires the several 
departments and other executive agencies of the Government, 
including Government-owned or Government-controlled cor- 
porations, to forward promptly to the Commissioner of Patents 
and Trademarks for recording all licenses, assignments, or other 
interests of the Government in or under patents or patent appli- 
cations. Assignments and other documents affecting title to 
patents or patent applications and documents not affecting title 
to patents or patent applications required by Executive Order 
9424 to be filed will be recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States 
of America must identify the international application by the 
international application number (e.g., PCT/US90/01234). If 
an assignment of a patent application filed under § 1.53(b) is 
executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, 
it must identify the patent application by its date of execution, 
name of each inventor, and title of the invention so that there 
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can be no mistake as to the patent application intended. If 
an assignment of a provisional application under § 1.53(c) is 
executed before the provisional application is filed, it must 
identify the provisional application by name of each inventor 
and title of the invention so that there can be no mistake as to 
the provisional application intended. 


114. Section 3.26 is revised to read as follows: 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed 
by the individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


(a) Except as provided in paragraph (b) of this section, 
documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patents and Trademarks, Box Assign- 
ment, Washington, D.C. 20231, unless they are filed together 
with new applications or with a petition under § 3.81(b). 

(b) A document required by Executive Order 9424 to be 
filed which does not affect title and is so identified in the cover 
sheet (see § 3.31(c)(2)) must be addressed and mailed to the 
Commissioner of Patents and Trademarks, Box Government 
Interest, Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read 
as follows: 


§ 3.31 Cover sheet content. 
x**x KK * 


(c) Each patent cover sheet required by § 3.28 seeking to 
record a governmental interest as provided by § 3.11(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document 
is to be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded 
is not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 


§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 
chapter for patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see§ 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with§ 3.27(b). 


118. Section 3.51 is revised to read as follows: 


§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
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recording of the document. The procedure set forth in § 1.8 or 
§ 1.10 of this chapter may be used for resubmissions of returned 
papers to have the benefit of the date of deposit in the United 
States Postal Service. If the returned papers are not corrected 
and resubmitted within the specified period, the date of filing 
of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit 
the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 


§ 3.58 Governmental registers. 


(a) The Office will maintain a Departmental Register to 
record governmental interests required to be recorded by Execu- 
tive Order 9424. This Departmental Register will not be open 
to public inspection but will be available for examination and 
inspection by dulyauthorized representatives of the Govern- 
ment. Governmental interests recorded on the Departmental 
Register will be available for public inspection as provided in 
§ 1.12. 


(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive 
Order 9424. Any instrument to be recorded will be placed on 
this Secret Register at the request of the department or agency 
submitting the same. No information will be given concerning 
any instrument in such record or register, and no examination 
or inspection thereof or of the index thereto will be permitted, 
except on the written authority of the head of the department 
or agency which submitted the instrument and requested 
secrecy, and the approval of such authority by the Commis- 
sioner of Patents and Trademarks. No instrument or record 
other than the one specified may be examined, and the examina- 
tion must take place in the presence of a designated official of 
the Patent and Trademark Office. When the department or 
agency which submitted an instrument no longer requires 
secrecy with respect to that instrument, it must be recorded 
anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised 
to read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section 3.73 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 
KK KKK 


(b) When an assignee seeks to take action in a matter 
before the Office with respect to a patent application, trademark 
application, patent, registration, or reexamination proceeding, 
the assignee must establish its ownership of the property to 
the satisfaction of the Commissioner. Ownership is established 
by submitting to the Office, in the Office file related to the 
matter in which action is sought to be taken, documentary 
evidence of a chain of title from the original owner to the 
assignee (e.g., copy of an executed assignment submitted for- 
recording) or by specifying (e.g., reel and frame number) where 
such evidence is recorded in the Office. The submission estab- 
lishing ownership must be signed by a party authorized to act 
on behalf of the assignee. Documents submitted to establish 
ownership may be required to be recorded as a condition to 
permitting the assignee to take action in a matter pending before 
the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq. ; and the Nuclear Non-Prolifer- 
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ation Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations 
in the regulations under these Acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


123. Section 5.1 and its heading are revised to read as follows: 


§ 5.1 Correspondence. 


All correspondence in connection with this part, including peti- 
tions, must be addressed to “Assistant Commissioner for Patents 
(Attention Licensing and Review), Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and 
(d) and revising paragraph (b)to read as follows: 


§ 5.2 Secrecy order. 


** * * * 


(b) Any request for compensation as provided in 35 U.S.C. 
183 must not be made to the Patent and Trademark Office, but 
directly to the department or agency which caused the secrecy 
order to be issued. 


125. Section 5.3 is amended by revising paragraph (c) to read 
as follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 


*x** KK * 


(c) When the national application is found to be in condition 
for allowance except for the secrecy order the applicant and 
the agency which caused the secrecy order to be issued will 
be notified. This notice (which is not a notice of allowance 
under § 1.311 of this chapter) does not require reply by the 
applicant and places the national application in a condition of 
suspension until the secrecy order is removed. When the secrecy 
order is removed the Patent and Trademark Office will issue 
a notice of allowance under § 1.311 of this chapter, or take 
such other action as may then be warranted. 


**kX kK * * 


126. Section 5.4 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 5.4 Petition for rescission of secrecy order. 


(a) A petition for rescission or removal of a secrecy order 
may be filed by, or on behalf of, any principal affected thereby. 
Such petition may be in letter form, and it must be in duplicate. 


*x** KK * 


(d) Appeal to the Secretary of Commerce, as provided by 
35 U.S.C. 181, from a secrecy order cannot be taken until after 
a petition for rescission of the secrecy order has been made 
and denied. Appeal must be taken within sixty days from the 
date of the denial, and the party appealing, as well as the 
department or agency which caused the order to be issued, will 
be notified of the time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and 
(e) to read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 


ke KK * 


(b) Petitions for a permit or modification must fully recite 
the reason or purpose for the proposed disclosure. Where any 
proposed disclosee is known to be cleared by a defense agency 
to receive classified information, adequate explanation of such 
clearance should be made in the petition including the name 
of the agency or department granting the clearance and the 
date and degree thereof. The petition must be filed in duplicate. 


* * * * * 


(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connec- 
tion with repeated routine operation may petition for such 
consent in the form of a general permit. To be successful such 
petitions must ordinarily recite the security clearance status of 
the disclosees as sufficient for the highest classification of 
material that may be involved. 
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128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 
129. Section 5.7 is removed and reserved. 
§ 5.7 [Reserved] 
130. Section 5.8 is removed and reserved. 


§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) 
and (e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 
ting international application. 


x** eK * 


(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also authorize 
the export of technical data abroad for purposes relating to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without separately complying with the regu- 
lations contained in 22 CFR Parts 121 through 130 (Interna- 
tional Traffic in Arms Regulations of the Department of State), 
15 CFR Part 779 (Regulations of the Office of Export Adminis- 
tration, International Trade Administration, Department of 
Commerce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy). 


(c) Where technical data in the form of a patent application, 
or in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner 
of Patents and Trademarks referred to in paragraphs (a) or (b) 
of this section, or on an invention not made in the United 
States, the export regulations contained in 22 CFR Parts 120 
through 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Parts 768-799 (Export Adminis- 
tration Regulations of the Department of Commerce) and 10 
CFR Part 810 (Assistance to Foreign Atomic Energy Activities 
Regulations of the Department of Energy) must be complied 
with unless a license is not required because a United States 
application was on file at the time of export for at least six 
months without a secrecy order under § 5.2 being placed 
thereon. The term “exported” means export as it is defined in 
22 CFR Part 120, 15 CFR Part 779 and activities covered by 
10 CFR Part 810. 


x**e KK * 


(e) * * * 


(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 


(i) A license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 


(ii) The corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181; and 


(iii) Such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181. 


x** KK * 


132. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 


§ 5.12 Petition for license. 


*x** kK *K * 


(b) Petitions for license should be presented in letter form, 
and must include the petitioner’s address and full instructions 
for delivery of the requested license when it is to be delivered 
to other than the petitioner. If expedited handling of the petition 
under this paragraph is sought, the petition must also include 
the fee set forth in § 1.17(h). 
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133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 


If no corresponding national or international application has 
been filed in the United States, the petition for license under 
§ 5.12(b) must also be accompanied by a legible copy of the 
material upon which a license is desired. This copy will be 
retained as a measure of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read 
as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must also identify 
this application by application number, filing date, inventor, 
and title, but a copy of the material upon which the license is 
desired is not required. The subject matter licensed will be 
measured by the disclosure of the United States application. 


* * eK 


135. Section 5.15 is amended by revising paragraph (a), (b), 
(c) and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181, will 
be eligible for a license of the scope provided in this paragraph. 
This license permits subsequent modifications, amendments, 
and supplements containing additional subject matter to, or 
divisions of, a foreign patent application, if such changes to 
the application do not alter the general nature of the invention 
in a manner which would require the United States application 
to have been made available for inspection under 35 U.S.C. 
181. Grant of this license authorizing the export and filing of 
an application in a foreign country or the transmitting of an 
international application to any foreign patent agency or inter- 
national patent agency when the subject matter of the foreign 
or international application corresponds to that of the domestic 
application. This license includes authority: 


(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) or (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


KKK KK 


(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 will be 
eligible for a license of the scope provided in this paragraph. 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
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patent agency. Further, this license includes authority to export 
and file all duplicate and formal papers in foreign countries or 
with foreign and international patent agencies and to make 
amendments, modifications, and supplements to, file divisions 
of, and take any action in the prosecution of the foreign or 
international application, provided subject matter additional to 
that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for inspection under 35 U.S.C. 181. The change in the scope 
of a license will be effective as of the date of the grant of the 
petition. 


** KKK 


(e) Any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 or which involves the disclosure of 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
must be separately licensed in the same manner as a foreign 
or international application. Further, if no license has been 
granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an interna- 
tional patent agency which involves the disclosure of additional 
subject matter must be licensed in the same manner as a foreign 
or international application. 


** KK * 


136. Section 5.16 is removed and reserved. 


§ 5.16 [Reserved] 
137. Section 5.17 is removed and reserved. 


§ 5.17 [Reserved] 
138. Section 5.18 is revised to read as follows: 


§ 5.18 Arms, ammunition, and implements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State 
(22 CFR Parts 120 through 130); the articles designated as 
arms, ammunitions, and implements of war are enumerated in 
the U.S. Munitions List (22 CFR Part 121). However, if a 
patent applicant complies with regulations issued by the Com- 
missioner of Patents and Trademarks under 35 U.S.C. 184, no 
separate approval from the Department of State is required 
unless the applicant seeks to export technical data exceeding 
that used to support a patent application in a foreign country. 
This exemption from Department of State regulations is appli- 
cable regardless of whether a license from the Commissioner 
is required by the provisions of §§ 5.11 and 5.12 (22 CFR Part 
125). 


(b) When a patent application containing subject matter on 
the Munitions List (22 CFR Part 121) is subject to a secrecy 
order under § 5.2 and a petition is made under § 5.5 for a 
modification of the secrecy order to permit filing abroad, a 
separate request to the Department of State for authority to 
export classified information is not required (22 CFR Part 125). 


139. Section 5.19 is revised to read as follows: 


§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case 
to file a patent application or part thereof in a foreign country 
if the foreign filing is in accordance with the regulations (§§ 
5.11 through 5.25) of the Patent and Trademark Office. 
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(b) An export license is not required for data contained 
in a patent application prepared wholly from foreign-origin 
technical data where such application is being sent to the foreign 
inventor to be executed and returned to the United States for 
subsequent filing in the U.S. Patent and Trademark Office (15 
CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United 
States Department of Energy, an application filed in accordance 
with the regulations (§§ 5.11 through 5.25) of the Patent and 
Trademark Office and eligible for foreign filing under 35 U.S.C. 
184, is considered to be information available to the public 
in published form and a generally authorized activity for the 
purposes of the Department of Energy regulations. 


141. Section 5.25 is amended by removing paragraph (c). 
142. Section 5.31 is removed and reserved. 

§ 5.31 [Reserved] 

143. Section 5.32 is removed and reserved. 

§ 5.32 [Reserved] 

144. Section 5.33 is removed and reserved. 

§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS 
IN PATENTS 


145. Part 7 is removed and reserved. 
Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to 
read as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed 
in the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
and other non-patent matters, except for correspondence that 
is required to be signed by the applicant or party, each piece 
of correspondence filed by a practitioner in the Patent and 
Trademark Office must bear a signature, personally signed by 
such practitioner, in compliance with § 1.4(d)(1) of this chapter. 


(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certi- 
fying that — 


(1) All statements made therein of the party’s own knowledge 
are true, all statements made therein on information and belief 
are believed to be true, and all statements made therein are 
made with the knowledge that whoever, in any matter within 
the jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom; and 


(2) To the best of the party’s knowledge, information and 
belief, formed after an inquiry reasonable under the circum- 
stances, that— 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 
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(ii) The claims and other legal contentions therein are war- 

ranted by existing law or by a nonfrivolous argument for the 

extension, modification, or reversal of existing law or the estab- 
lishment of new law; 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based 
on a lack of information or belief. 

(c) Violations of paragraph (b)(1) of this section by a prac- 
titioner or non-practitionermay jeopardize the validity of the 
application or document, or the validity or enforceability of any 
patent, trademark registration, or certificate resulting therefrom. 
Violations of any of paragraphs (b)(2)(i) through (iv) of this 
section are, after notice and reasonable opportunity to respond, 
subject to such sanctions as deemed appropriate by the Commis- 
sioner, or the Commissioner’s designee, which may include, 
but are not limited to, any combination of — 


(1) Holding certain facts to have been established; 

(2) Returning papers; 

(3) Precluding a party from filing a paper, or presenting or 
contesting an issue; 

(4) Imposing a monetary sanction; 

(5) Requiring a ierminal disclaimer for the period of the 
delay; or 

(6) Terminating the proceedings in the Patent and Trademark 
Office. 

(d) Any practitioner violating the provisions of this section 
may also be subject to disciplinary action. See § 10.23(c)(15). 


148. Section 10.23 is amended by revising paragraph (c)(15) 
to read as follows: 


§ 10.23 Misconduct. 
* KKK * 
(c) * * * 
(15) Signing a paper filed in the Office in violation of the 


pro-visions of § 10.18 or making a scandalous or indecent 
statement in a paper filed in the Office. 


** KK * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1203 OG 63] 


September 26, 1997 


(126) Changes In Practice In Supplying 


Certified Copies And Filing Receipts 


For many years, all newly filed patent applications were 
microfilmed by the Patent and Trademark Office (PTO) after 
all required parts of the applications were received. Since a 
certified copy of an application was supplied from the microfilm 
record, when available, the certified copy typically included a 
copy of the signed oath/declaration required by 37 CFR § 
1.63. Recently, however, the PTO began phasing out the old 
microfilm process in favor of a new electronic Patent Image 
Capture System (PICS). Under the PICS, newly filed patent 
application papers are optically scanned and an electronic image 
file is saved in a secure electronic data base which is accessible 


only to certain authorized PTO employees. In addition, instead 
of waiting until any required, but missing, parts of the applica- 
tions are received, the scanning will take place as soon as the 
applications are found to meet the minimum requirements for 
granting a filing date under 37 CFR § 1.53(b). This means that 
these newly filed applications may be scanned before basic 
filing fees and/or oaths/declarations are received. 
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During the initial pilot phase, a small percentage of newly 
filed patent applications were both microfilmed under the old 
process and optically scanned using the new PICS to test the 
scanning process, After the initial pilot confirmed the viability 
of the PICS system, new applications have been either scanned 
or microfilmed, and the Office plans to increase the percentage 
of applications being scanned until all newly filed patent appli- 
cations are scanned and no applications are microfilmed. The 
PICS system should be fully implemented by the end of May 
1997. The new electronic data base is presently being used to 
supply certified copies of newly filed patent applications, if 
the electronic data base contains the particular patent applica- 
tion for which a certified copy is requested. 


In conjunction with the implementation of the PICS, the 
Office of Initial Patent Examination (OIPE) has instituted new 
procedures for issuing filing receipt notices to all new patent 
applications that meet the minimum requirements for granting 
a filing date under 37 CFR § 1.53(b). Previously, a filing receipt 
was issued only after the patent application met all requirements 
necessary for the application to begin examination. Thus, the 
issuance of the filing receipt (and the corresponding notification 
of granting of the foreign filing license) was delayed whenever 
either a “Notice Of Omitted Item(s)” or a “Notice To File 
Missing Parts” was mailed in the application. Under OIPE’s 
new procedures, the PTO will begin issuing filing receipts at 
the time a determination is made that the application meets the 
minimum requirements to receive a filing date. The filing 
receipt will provide the same bibliographic information as 
before when the information is available in the application as 
filed. A “Notice Of Omitted Item(s)” or a “Notice To File 
Missing Parts,” if needed, will be mailed separately. Examina- 
tion of the application will not begin until all the required parts 
(e.g., filing fee and oath/declaration) are received. 37 CFR § 
1.53(e)(1). 


As a result of the above changes in practice, applicants may 
notice that a certified copy supplied by the PTO of a newly 
filed patent application may or may not include a copy of the 
signed oath or declaration, depending on when the oath or 
declaration was filed in the PTO and on whether the application 
was scanned or microfilmed. Applicants are reminded, how- 
ever, that a copy of the signed oath or declaration is not required 
to comply with the requirements of the Paris Convention. 
Copies of individual papers filed after the application filing 
date, e.g., an oath/declaration or a preliminary amendment, will 
be supplied separately upon request at the published fee. See 
37 CFR § 1.19(b)(3). If a petition for a later filing date under 
37 CFR § 1.182 is granted, a new filing receipt will be issued. 
A certified copy of the application supplied after the petition 
has been granted will include both the papers actually filed on 
the original deposit date as well as the page/figure supplied on 
the later filing date of the application. 


In order to further reduce the time for processing requests 
for certified copies, the PTO is waiving, sua sponte, the require- 
ments of 37 CFR §§ 1.53(d)(1), (d)(2) and 1.59 for payment 
of either the basic filing fee or the processing and retention 
fee in an application before any copies of the application will 
be provided by the PTO. Effective immediately, copies of an 
application will now be provided by the PTO upon request at 
the usual cost without regard to whether the basic filing fee or 
the processing and retention fee has been paid in the application. 
While copies of an application will now be provided without 
regard to whether the basic filing fee or the processing and 
retention fee has been paid, the basic filing fee or the processing 
and retention fee must still be paid in a nonprovisional applica- 
tion, if any claim for benefits under 35 U.S.C. §§ 120, 121, or 
365(c) based on that application is made in a subsequently filed 
copending nonprovisional application. 37 CFR § 1.78(a)(1). For 
any claim to be made under 35 U.S.C. § 119(e) based on a 
prior copending provisional patent application, the basic filing 
fee must still be paid in the provisional application. 37 CFR 
§ 1.78(a)(3). 


Applicants are also reminded that requests for certified copies 
of applications should not be requested until the filing receipt 
is received. Also, if the individual requesting the certified copy 
is not a named inventor, an attorney or agent of record, or an 
assignee of record, the certified copy will only be supplied 
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by mailing the certified copy to the correspondence address 
provided in the application. 


These changes in practice should reduce delays in the issu- 
ance of filing receipt notices and enable the Certification Divi- 
sion to supply certified copies of the application, as filed, more 
promptly after the filing receipt is received. 


Questions regarding the change in procedure relating to filing 
receipts should be directed to OIPE’s Customer Service Center 
at (703) 308-1202. 

Questions regarding the change in procedure relating to certi- 


fied copies should be directed to the Certification Division at 
(703) 308-9700 or E-mail address: certdiv@uspto.gov. 


May 13, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1199 OG 38] 


Training and Implementation Guide 
for the Final Rule entitled 
“Changes to Patent Practice and Procedure” 


(127) 


The U. S. Patent and Trademark Office (PTO), announces 
the availability of the Training and Implementation Guide for 
the Final Rule entitled “Changes to Patent Practice and Proce- 
dure.” The Training and Implementation Guide will be offered 
for sale in paper for $40 per copy or on CD-ROM for $50 per 
copy. Information contained in the Training and Implementa- 
tion Guide is also available at no cost on the PTO’s Web site 
at www.uspto.gov. 


A Notice of Proposed Rulemaking entitled “1996 Changes 
to Patent Practice and Procedure” was published in the Federal 
Register at 61 Fed. Reg. 49819 (September 23, 1996), and in 
the Official Gazette at 1191 Off. Gaz. Pat. Office 105 (October 
22, 1996). A Final Rule (entitled “Changes to Patent Practice 
and Procedure”) adopting a number of changes proposed in 
the Notice of Proposed Rulemaking has been published in the 
Federal ister and the Official Gazette. The changes made 
by the Final Rule became effective on December 1, 1997. 


Among the changes to the rules of practice included in the 
Final Rule are: 

1) New procedures for filing continuation and divisional 
applications, including a new streamlined filing procedure (con- 
tinued prosecution application or CPA); 

2) Simplified requirements for oaths or declarations in reissue 
applications; 

3) Simplified requirements for establishing lack of deceptive 
intent in petition practice, and in the filing of papers correcting 
improperly asserted small entity status; 

4) Elimination of unnecessary requirements, such as certain 
types of petitions to correct inventorship under 37 C.F.R. § 
1.48(a); 

5) Changes in appeal practice, such as limitations on new 
grounds of rejection and increased admissibility of reply briefs; 

6) New time frames for replies to Office actions, and for 
the revival of abandoned applications, and simplification of 
petitions for an extension of time; 

7) Changes in the manner of naming inventors, for correction 
of inventorship errors, and for establishing small entity status 
in continuing and reissue applications; and 

8) Provisions for multiple prior art protests by a single party. 


The Training and Implementation Guide will contain: 

1) The text of the entire Final Rule as published in the 
Federal Register, which includes the revised rule language, the 
preamble portion explaining the revisions, and an Index to the 
Final Rule; 

2) A rule-by-rule summary and three by-topic summaries 
(four summaries in total), the three by-topic summaries 
including a two-page highlights of the significant revisions, a 
condensed summary of the significant revisions, and a detailed 
summary of the revisions; 

3) Selected revised forms for filing applications; 

4) An extensive set of Questions and Answers; 
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5) Copies of presentation slides developed for examiner 
training sessions, including slides comparing the old and new 
requirements for filing applications; and 

6) A section on amendments in reissues and reexaminations. 


Order forms are available at the Reception Desk, Patent 
Search Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web 
site; and by calling the Office of Electronic Information Prod- 
ucts (OEIP) at 703-306-2600. 


Those wishing to place orders should submit an order form, 
together with payment or payment authorization, to: 

U.S. Patent and Trademark Office 

Office of Electronic Information Products 

Crystal Park 3 - Suite 441 

Washington, D.C. 20231 


Orders will also be taken by facsimile at 703-306-2737, or 
in person by OEIP in Crystal Park 3-Suite 411, Arlington, Va. 


Payments should be by check or money order payable to 
the Commissioner of Patents and Trademarks, or, with authori- 
zation, charged to a PTO deposit account, VISA®, or Master- 
Card®. Notebooks and CD-ROMs will be mailed by first-class 
mail to addresses in the United States, Canada, and Mexico, 
and by airmail to all other addresses; or, at the requestor’s 
expense, by FedEx. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


October 8, 1997 
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(128) Continued Prosecution Application 


(CPA) Practice 


Summary: This notice will clarify how the Patent and Trade- 
mark Office (PTO) processes requests for a continued prose- 
cution application (CPA) under 37 C.F.R. § 1.53(d), indicate 
that patent examiners act on a CPA with priority, and, in addi- 
tion, inform the public about a new PTO service to acknowledge 
receipt of a request for a CPA which has been transmitted by 
facsimile to the PTO. 

First: If a request for a CPA also includes an instruction 
and/or reference that is inconsistent with the CPA practice (e.g., 
an instruction “not to abandon the prior application” and/or a 
reference to a “continuation-in-part CPA“ and/or “CPA under 
37 C.F.R. § 1.53(b)”), the request will be processed by the 
PTO solely as a request for a continuation CPA under 37 C.F.R. 
§ 1.53(d) (unless it is also designated as a divisional application, 
in which case the request will be processed as a request for a 
divisional CPA under 37 C.F.R. § 1.53(d)) and the inconsistent 
instruction and/or reference will be ignored. 


Second: The PTO will treat continuation CPAs, for examina- 
tion priority purposes only, as if they were “amended” applica- 
tions (as of the CPA filing date) and not as “new” applications. 
As “amended” applications generally have a shorter time frame 
for being acted on by examiners than “new” applications, this 
treatment (of CPAs as “amended” applications) will result in 
first Office actions being mailed in continuation CPAs much 
sooner than if they had been filed as continuations under 37 
C.F.R. § 1.53(b) (or under former 37 C.F.R. §§ 1.60 or 1.62). 
Therefore, applicants are strongly encouraged to file any pre- 
liminary amendment in a CPA at the time the CPA is filed. 


Third: The PTO shall offer, as a new service, the following: 
The PTO will acknowledge receipt of a CPA filed by facsimile 
transmission, if: (1) the CPA is accompanied by a “Receipt 
for Facsimile Transmitted CPA” (PTO/SB/29A) properly iden- 
tifying the prior application; and (2) the CPA is transmitted 
by facsimile directly to a technology center/examining group. 
The PTO will stamp the “Receipt for Facsimile Transmitted 
CPA” with the date of receipt of the CPA and return the 
“Receipt for Facsimile Transmitted CPA” by mail to the mailing 
address indicated thereon. The CPA request form (PTO/SB/29) 
has been modified to include a separate “Receipt for Facsimile 
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Transmitted CPA” (PTO/SB/29A) which must be used in order 
to take advantage of this new service. 


Discussion: Effective December 1, 1997, the PTO adopted 
the CPA practice (37 C.F.R. § 1.53(d)) to provide a streamlined 
procedure to obtain further examination via a continuation/ 
divisional application. See Changes to Patent Practice and 
Procedure; Final Rule Notice, 62 Fed. Reg. 53131 (October 
10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 21, 1997), 
and Changes to Continued Prosecution Application Practice; 
Interim Rule Notice, 63 Fed. Reg. 5732 (February 4, 1998), 
1207 Off. Gaz. Pat. Office 83 (February 24, 1998). 


With respect to the first subject: A CPA, by definition, is 
an application filed under 37 C.F.R. § 1.53(d). The filing of a 


CPA is, by rule, a request to expressly abandon the prior appli- 
cation as of the filing date of the CPA. See 37 C.F.R. § 
1.53(d)(2)(v). An applicant may file a continuation or divisional 
application as a CPA, but a continuation-in-pan may not be 
filed as a CPA. See 37 C.F.R. § 1.53(d)(1); see also 37 C.F.R. 
§ 1.53(b)(2) (a continuation-in-part must be filed under this 
paragraph) and § 1.53(d)(5) (no amendment in a CPA may 
introduce new matter or matter that would have been new 
matter in the prior application). The PTO, however, has received 
a number of papers requesting a CPA, but also containing some 
instruction and/or reference that is inconsistent with the CPA 
practice. Since streamlined processing is the essence of the 
CPA practice, the PTO will not hold the request to be improper 
and deny a filing date to a CPA simply because it contains an 
instruction and/or reference that is inconsistent with the CPA 
practice. Rather, assuming that the request otherwise meets the 
requirements to be entitled to a filing date as a CPA (see 
37 C.F.R. § 1.53(d)(1)), the inconsistent instruction and/or 
reference will be ignored and the request will be processed 
solely as a request for a continuation (or divisional, if so indi- 
cated) CPA under 37 C.F.R. § 1.53(d). 

If applicant wants the PTO to disregard a previously filed 
request for a CPA (and not recognize its inherent request to 
expressly abandon the prior application) and to treat the paper 
as the filing of an application under 37 C.F.R. § 1.53(b), the 
applicant must file a petition under 37 C.F.R. § 1.182. A request 
to expressly abandon an application is not effective until the 
abandonment is acknowledged, including the express abandon- 
ment of the prior application of a CPA that occurs by operation 
of 37 C.F.R. § 1.53(d)(2)(v). See Changes to Patent Practice 
and Procedure; Training and Implementation Guide, Question 
and Answer 66 (December 1997). The express abandonment 
of the prior application is acknowledged and becomes effective 
upon processing and entry of the CPA into the file of the prior 
application. Thus, such a petition under 37 C.F.R. § 1.182 
should be filed expeditiously since the petition will not be 
granted once the request for a CPA has been entered into the 
prior application (and the inherent request to expressly abandon 
the prior application has been acknowledged). If the request 
for a CPA has been entered into the prior application by the 
time the petition under 37 C.F.R. § 1.182 and the application 
file are before the deciding official for a decision on the petition, 
the petition will be denied. 

It is noted, however, that if the applicant intended to file a 
second application (either a continuation or a divisional) 
without abandoning the prior application, applicant can still 
achieve that result without loss of the benefit of the original 
filing date by: (1) continuing the prosecution of the original 
application via the CPA; and (2) filing a new continuation/ 
divisional under 37 C.F.R. § 1.53(b) claiming benefit of the 
CPA and its parent applications under 35 U.S.C. § 120 during 
the pendency of the CPA. 

Any (new) specification filed with a CPA request will not 
be considered pan of the original CPA papers, but will be treated 
as a submission of a substitute specification in accordance with 
37 C.F.R. § 1.125. See 37 C.F.R. § 1.53(d)(5). Thus, applicant 
will have to comply with the requirements of 37 C.F.R. § 
1.125(b) before the substitute specification will be entered into 
the CPA. See Changes to Patent Practice and Procedure; 
Training and Implementation Guide, Question and Answer 61. 
Since 37 C.F.R. § 1.125(b) requires that a substitute specifica- 
tion be accompanied by, inter alia, a statement that the substi- 
tute specification includes no new matter, any substitute 
specification containing new matter will be denied entry by 
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the examiner. Any preliminary amendment to the written 
description and claims, other than a substitute specification, 
filed with a CPA request will ordinarily be entered. Any new 
matter which is entered, however, will be required to be can- 
celed pursuant to 35 U.S.C. § 132 from the descriptive portion 
of the specification. See Final Rule Notice, 62 Fed. Reg. at 
53141, 1203 Off. Gaz. Pat. Office at 71. Further, any claim(s) 
which relies upon such new matter for support will be rejected 
under 35 U.S.C. Z§ 112, first paragraph. See MPEP 2163.06. 


In the event that a substitute specification or preliminary 
amendment containing new matter was filed with a request for 
a CPA, applicant may file a petition under 37 C.F.R. § 1.182 
requesting that the substitute specification or preliminary 
amendment be removed from the CPA application file, and be 
accorded the status as a separate application by being placed 
in a new file wrapper and assigned a new application number, 
with the new application being accorded a filing date as of 
the date the request for a CPA and substitute specification/ 
preliminary amendment were filed. 


Of course, a request for a CPA is not improper simply because 
the request is accompanied by a substitute specification or 
preliminary amendment containing new matter. Thus, an appli- 
cant will not be entitled to a refund of the filing fee paid in a 
proper CPA as a result of the granting of a petition under 37 
C.F.R. § 1.182 requesting that the substitute specification or 
preliminary amendment be removed from the CPA application 
file. 


With respect to the second subject: The PTO has received 


several comments from practitioners who have been surprised 
at receiving a first Office action (in a CPA application) fairly 
quickly after filing a request for the CPA. The CPA procedure 
permits the PTO to perform all pre-examination processing of 
a CPA in a technology center/examining group to which the 
prior application is assigned, which reduces the time it takes 
to provide a first Office action in a CPA. See Final Rule Notice, 
62 Fed. Reg. at 53145, 1203 Off. Gaz. Pat. Office at 74 (response 
to comment 29). In addition, the PTO has decided to treat all 
continuation CPAs, for examination priority purposes only, as 
though they are amended applications (as of the filing date of 
the CPA) which generally results in examiners acting on the 
CPAs fairly quickly, as amended applications will ordinarily 
be acted on by examiners within one or two months of docketing 
of the applications to the examiners. As a result, continuation 
CPAs would be acted on by an examiner much sooner than if 
they were treated, for examination priority purposes, as new 
applications. See Final Rule Notice, 62 Fed. Reg. at 53144, 
1203 Off. Gaz. Pat. Office at 74 (comment 27). Therefore, 
applicants are strongly encouraged to file any preliminary 
amendment in a CPA at the time the CPA is filed, especially 
where the preliminary amendment is a resubmission of an 
amendment filed after final rejection which was denied entry 
via an advisory action in the prior application. While the PTO 
consistently encourages applicants to file a complete application 
in condition for examination, applicants should note that the 
PTO will not examine a CPA, or any new application, until 
the appropriate filing fee (37 C.F.R. § 1.16) has been submitted. 
Applicants should also note, however, that deposit account 
charge authorizations carry-over to a CPA from the prior appli- 
cation. See Changes to Patent Practice and Procedure; Training 
and Implementation Guide, Question and Answer 39. Thus, an 
authorization in the prior application to charge all fees, fees 
under 37 C.F.R. § 1.16, or filing fees to a deposit account in 
the prior application will be treated as payment of the basic 
filing fee (and result in a charge to the deposit account) in a 
CPA of the prior application. 

With respect to the third subject: While 37 C.F.R. § 1.6(f) 
provides a remedy (if the appropriate records are maintained) 
in the event that a CPA transmitted to the PTO by facsimile is 
lost, the PTO has received several comments from practitioners 
indicating that they do not file CPAs by facsimile transmission 
due to the lack of a prompt acknowledgment of receipt of the 
CPA by the PTO. To address this concern, the PTO has decided 
that it will acknowledge receipt of requests for CPAs trans- 
mitted to the PTO by facsimile, if: (1) the CPA is accompanied 
by a “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) 
properly identifying the prior application; and (2) the CPA 
is transmitted by facsimile directly to a technology center/ 
examining group. 
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The PTO has modified its CPA request form (PTO/SB/29) 
to include a separate “Receipt for Facsimile Transmitted CPA” 
(PTO/SB/29A). A CPA request form (PTO/SB/29) including 
a “Receipt for Facsimile Transmitted CPA” (PTO/SB/29A) is 
appended to this notice for illustrative purposes. Applicants 
are not required to use the PTO created “Receipt for Facsimile 
Transmitted CPA” (PTO/SB/29A), or the PTO created CPA 
request form (PTO/SB/29), when filing a CPA. The PTO, how- 
ever, will acknowledge receipt of a facsimile transmitted CPA 
as set out in this notice only if the CPA is accompanied by a 
copy of the PTO created “Receipt for Facsimile Transmitted 
CPA* (PTO/SB/29A) completed by the applicant, and will not 
acknowledge non-PTO versions of a “Receipt for Facsimile 
Transmitted CPA.” 


A request for a CPA transmitted to the PTO by facsimile 
should be transmitted directly to the technology center/exam- 
ining group to which the prior application is assigned. See 
Changes to Patent Practice and Procedure; Training and 
Implementation Guide, Question and Answer 44. In order to 
encourage applicants to transmit CPA requests directly to the 
technology centers/examining groups, the PTO will only 
acknowledge receipt of a CPA request filed by facsimile trans- 
mission where the CPA request is transmitted directly to a 
technology center/examining group. 


All PTO forms, including the CPA request form (PTO/SB/ 
29) and “Receipt for Facsimile Transmitted CPA” (PTO/SB/ 
29A), are available on the PTO Home Page, either individually 
or in a single zip-compressed file from the PTO ftp server at 
ftp://ftp.uspto.gov/pub/forms/. Individual forms for patent and 
trademark submissions can also be requested from 800-PTO- 
8199 or 703-308-HELP. A specimen book of Patent Forms can 
be purchased for $25 from the Office of Electronic Information 
Products, telephone number 703-306-2600. 


Applicants filing a CPA by facsimile transmission may 
include a “Receipt for Facsimile Transmitted CPA” (PTO/SB/ 
29A) containing a mailing address and identifying information 
(e.g., the prior application number, filing date, title, first named 
inventor) with the request for a CPA. The PTO will: (1) separate 
the “Receipt for Facsimile Transmitted CPA” from the CPA 
request papers; (2) date-stamp the “Receipt for Facsimile Trans- 
mitted CPA”; (3) verify that the identifying information pro- 
vided by the applicant on the “Receipt for Facsimile 
Transmitted CPA” is the same information provided on the 
accompanying request for a CPA; and (4) mail the “Receipt for 
Facsimile Transmitted CPA” to the mailing address provided on 
the “Receipt for Facsimile Transmitted CPA.” The “Receipt 
for Facsimile Transmitted CPA” cannot be used to acknowledge 
receipt of any paper(s) other than the request for a CPA. 


A returned “Receipt for Facsimile Transmitted CPA” may 
be used as prima facie evidence that a request for a CPA 
containing the identifying information provided on the “Receipt 
for Facsimile Transmitted CPA” was filed by facsimile trans- 
mission on the date stamped thereon by the PTO. As the PTO 
will verify only the identifying information contained on the 
request for a CPA, and will not verify whether the CPA was 
accompanied by other papers (e.g., a preliminary amendment), 
the “Receipt for Facsimile Transmitted CPA” cannot be used 
as evidence that papers other than a CPA were filed by facsimile 
transmission in the PTO. Likewise, applicant-created “receipts” 
for acknowledgment of facsimile transmitted papers (whether 
created for the acknowledgment of a CPA or other papers) 
cannot be used as evidence that papers were filed by facsimile 
in the PTO. 


Finally, applicants are cautioned not to include information 
on a “Receipt for Facsimile Transmitted CPA” that is intended 
for retention in the application file, as the PTO does not plan 
on retaining a copy of such receipts in the file of the application. 


Inquiries regarding this matter should be directed to Fred A. 
Silverberg or John F. Gonzales, Senior Legal Advisors, at (703) 
305-9285. 


STEPHAN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 
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PT O/SB/29 (88) 
Approved tor use through 09602000. OMB 0651-0032 + 


2 Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are requiredto respond to a collection ofin irmaton unless tt displays a valid OMB control number. 


CONTINUED PROSECUTION APPLICATION (CPA) 
REQUEST TRANSMITTAL 


Submit an original, and 2 duplicate for fee proce ssing cy 
(Only ® r Continua ton or Divisoral applicato ns under 37 CFR. § 7.53(¢)) DUPLICATE 


CHECK BOX, (rapptcetie 


Attorney Docket No. 
of Prior Application 


First Nemed inventor 





Assistant Commissioner for Patents 
Box CPA Examiner Name 


Washington, DC 20231 





Group / Art Unk 
Express Mail Label No 


This is a request fora C] continuation or [J divisional application under 37 C_F.R. § 1.53(d), 


(continued prosecution application (CPA)) of prior application number _ 





fledon ___ entitled — 





NOTES 


FALING QUALIFICATIONS: The prior application identified above must be 2 nonprovisiona! application that is either (1) complete 
as defined by 37 CFR. § 1.51(b), ar (2) the national stage of an Intemational! application in compliance wth 35 U.S.C. 371 

A Notice will be placed on a patent issuing from 2 CPA, except for reissues and designs, to the effect that the patent issued on 2 
CPA and is subject to the twentyyear patent term provisions of 35 U.S.C. § 154(a)(2). Therefore, the pnor application of a CPA 
may have been filed before, on or after June 8, 1995. 


C4-P NOT PERMITTED: A continuation-in-part application cannot be filed as a CPA under 37 CFR. § 1.53(d}, but must be filed 
under 37 C.F_R. § 1.53(d). 


EXPRESS ABANDONIVENT OF PRIOR APPLICATION: The filing of this CPA is 2 request to expressly abandon the prior 
application as of the filing date of the request for a CPA. 37 C.F.R § 1.53(b) must be used to file 2 continuation, divisional or 
continuation-in-part of an application that is not to be abandoned. 


ACCESS TO PRIOR APPLICATION: The filing of this CPA will be construed to inckide 2 waver of confidentiality by the applicant 
under 35 U.S.C. 122 to the extent that any member of the public who is entitled under the provisions of 37 C.FR. § 1.14 to access 
to, copies of, or information concerning, the pnor application may be given similar access to, copies of, or similer information 
conceming, the other application or applications in the file jacket 


35 US.C 120 S TATENENT: in 2 CPA, no reference to the prior application is needed in the first sentence of the specification and 
none should be submitted. if 2 sentence referencing the pnor application is submitted, twill not be entered. A request for a CPA 
is the specffic reference required by 35 U.S.C. 120 and to every application assigned the application number identified in such 


[] Enter the unentered amendment previously filed on 

under 37 C.F.R. § 1.116 in the prior nonprovisional application 

A preliminary amendment is enclosed 
This application is filed by fewer than all the inventors named in the prior application, 37 C.F_R. § 1.53 (d)(4) 
a. CL] DELETE the following inventor(s) named in the prior nonprovisional application 


b ia The inventor(s) to be deleted are set forth on a separate sheet attached hereto 

[] Anew power of attorney or authorization of agent (PTO/SB/81) is enclose. 

Information Disclosure Statement (IDS) is enclosed 

aL) PTO-1449 

b. [] Copies of IDS Citations 

[Page 1 of 2] 

Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief formation Officer, Patent and Trademark 


Offce, Washington, DC 20231. D0 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Box CPA, Washington, DC 20231 
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PT O/SB/29 (898) 
Ppproved ruse through 09002000. OMB 0651-0032 + 
nt and Trademark Office: US. DEPARTMENT OF COMMERCE 


Patent 
Underthe Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless @ displays 3 valid OMB control number 





ssh (1) FOR JNUMBER FILED] (3) NUMBER EXTRA | (4) RATE peceonenane 


WTOTAL CLAIMS 
GCER.G 1160 or $ 


INDEPENDENT CLAIMS 
ACERS 6M org 














BASIC FEE 
CFR. §1.16 
Reduction by 50% for filing by small entity (Note 37 C F.R. §§ 1.9, 1.27 & 1.28) 


* Reissue claims in excess of 20 and over original patent. TOTAL = 
** Reissue independent claims over original patent ~ ba 














6. Small entity status 
a he Ps small entity statement is enclosed, if (b) and (c) do not apply 


all entity statement was filed in the prior nonprovisional application 
pak pt status Is aif proper an desired P PP 


c = . no longer claimed 


7. The Commissioner is hereby authorized to credit overpayments or charge the following fees to 
Deposit Account No 


a0 Fees required under 37 C.F.R. §1.16 
b.) Fees required under 37 C.F.R. §1.17 
c.C) Fees required under 37 C FR. §1.18 
8.10 Acheck in the amount of $ is enclosed 


9 New Attorney Docket Number, if desired 
[Prior application Ati mey Docket htum der will carryover to this CPA unless a new Attorney On clvet fim der has been pro vided herein} 


10 al) Receipt For Facsimile Transmitted CPA (PT O/SB/29A) 
b. Return Receipt Postcard (Should be specifically itemized, See MPEP 503) 


11.) Other. 


or FC) Mew correspondence address below 


i (insert Gusto: mer Mb. or: Attach bar code jade! here, ); 





























[Page 2 of 2] 





Marcu 21, 2000 U.S. PATENT AND TRADEMARK OFFICE 


PTO/SB/29A (8/98) 

Approved for use through 09/30/2000. OMB 0651-0032 + 
Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB cortrol number 


# this RECEIPT is included with 2 recprest for a CPA filed by facsimile 
trans mission, R will be date stamped and mailed to the ADDRESS in em 1. 


RECEIPT 
1. ADDRESS Applicant's Mailing Address for this receipt must be 
CLEARLY PRINTED or TYPED in the box below. FOR 


FACSIMILE TRANSMITTED 


NOTE: By this receipt, the PTO (a) acknowledges that a 

request for a CPA was filed by facsimile transmssion on 

the date stamped below by the PTO and (b) verifies only that the application number provided 
by the applicant on this receipt & the same as the application number provided on the 
accompanying request fora CPA. This receipt CANNOT be used to acknowledge receipt of any 
papers) other than the request for a CPA. 


2. APPLICATION IDENTIFICATION: 


(Pro vide at least enough inform ation b ide atify the app ication) 


a. For prior application 
Application No 
Filing Date 
Title 
Attorney Docket No 
First Named Inventor 


b. For instant CPA application 


New Attorney Docket No 
@ ap piicadle) 


The PTO date stamp, which appears in the box to (THIS AREA FOR PTO DA TE STAMP USE) 
the right, is an acknowledgement by the PTO of 

receipt of a request for a CPA filed by facsimile 

transmission on the date indicated below. 


PTO HANDLING INSTRUCTIONS 

Please stamp area to the nght with the date the complete 
transmission of the request for 2 CPA was receved in the PTO and 
also inckide the PTO organization name that provided the date 
stamp (stamp may include both tems). Verity that the application 
number provided by applicant on this receipt is the same as the 
application number provided by applicant on the request for a CPA 
accompany ing this recept. if there is an inconsistency between the 
application number provided on this receipt and the request for 2 
CPA, strike through the inconsistent application number provided an 
this receipt and insert the correct application number, f possible. 
Then piace in 2 window envelope and mail 


Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time 
will vary depending upon the needs of the individual case. Any comments on the 
amount of time you are required to complete this form should be sent to the Chief 
hprration Officer, Patent and Trademark Office, Washington, OC 20231. DO NOT 
SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant 
Commissioner for Patents, Box Patent Application, Washington, OC 20231 
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(129) DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


37 CFR Part 1 


[Docket No. 980108007-8131-02] 
RIN0651-AA97 


Changes to Continued Prosecution Application Practice 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Final rule. 


SUMMARY: The Patent and Trademark Office (Office) is 
confirming the amendment of its regulations that removed the 
requirement that the prior application of a continued prosecution 
application (CPA) must have been filed on or after June 8, 
1995. This requirement was removed in response to requests 
from the public. 


DATES: This final rule is effective on July 2, 1998. The interim 
rule, published at 63 FR 5732, was effective February 4, 1998. 


APPLICABILITY DATE: This rule change applies to all con- 
tinued prosecution applications filed on or after December 1, 
1997. 


FOR FURTHER INFORMATION CONTACT: Con- 
cerning this final rule: Hiram H. Bernstein or Robert W. Bahr, 
Senior Legal Advisors, by telephone at (703) 305-9285; or by 
mail addressed to: Box Comments—Patents, Assistant Com- 
missioner for Patents, Washington, DC 20231; or by facsimile 
to (703) 308-6916, marked to the attention of Mr. Bernstein. 


Concerning § 1.53 in General: John F. Gonzales, Fred A. 
Silverberg, or Robert W. Bahr, Senior Legal Advisors, at the 
above-mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Continued Prose- 
cution Application (CPA) practice under § 1.53(d) was adopted 
to permit applicants to obtain further examination of an applica- 
tion. See Changes to Patent Practice and Procedure; Final 
Rule Notice, 62 FR 53 13 1, 53 147 (October 10, 1997), 1203 
Off. Gaz. Pat. Office 63, 76-77 (October 21, 1997). Section 
1.53(d) as adopted, effective December 1, 1997, required, inter 
alia, that the prior application of a CPA be filed on or after 
June 8, 1995. See Final Rule Notice, 62 FR at 53186, 1203 
Off. Gaz, Pat. Office at 112. Thus, if an application was filed 
before June 8, 1995, the applicant was required to file a continu- 
ation (or divisional) under § 1.53(b) to obtain further examina- 
tion. 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While 
§ 1.53(b) permits the submission of a rewritten specification 
(with all prior amendments incorporated), such an option is 
only practical to those who have the prior application in elec- 
tronic form. For those applicants who do not have the prior 
application in electronic form, their only option is to submit a 
copy of the prior application (including any appendix) along 
with a copy of all the amendments made in the prior application, 
as well as copies of all other papers filed in the prior application 
(e.g., information disclosure statements (IDSs), affidavits, dec- 
larations) that are to be considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the 
Office received a number of comments indicating that it takes 
a considerable amount of time to prepare the papers required 
by § 1.53(b), even when copied from a prior application. In 
view of these concerns, the Office amended § 1.53(d)(1)(i) by 
an immediately effective interim rule to eliminate its require- 
ment that the prior application of a CPA be filed on or after 
June 8, 1995, and requested public comment on this interim 
rule change. See Changes to Continued Prosecution Application 
Practice; Interim Rule Notice, 63 FR 5732 (February 4, 1998), 
1207 Off. Gaz, Pat. Office 83 (February 24, 1998). 
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The Office has received a number of comments by telephone 
expressing support for the change to § 1.53(d)(1)(i), as well 
as its immediate adoption and applicability to CPAs filed on 
or after December 1, 1997 (i.e., all CPAs). The Office, however, 
has received no written comments on the change to § 
1.53(d)(1)(i). Accordingly, the change to § 1.53(d)(1)(i) in 
the interim rule—removal of the requirement that the prior 
application of a continued prosecution application (CPA) under 
§ 1.53(d) must have been filed on or after June 8, 1995—is 
adopted as a final rule. 


As discussed in the Interim Rule Notice, no patent issuing 
from a CPA under § 1.53(d) is entitled to the provisions of 35 
U.S.C. 154(c). To avoid confusion as to the term of any patent 
issuing on a CPA, other than an application for a reissue or 
design patent, of an application filed before June 8, 1995, the 
Office will include the following notice on any patent, other 
than a reissue or design, issuing on a CPA: 


This patent issued on a continued prosecution application 
filed under 37 CFR 1.53(d), and is subject to the twenty- 
year patent term provisions of35 U.S.C. 154(a)(2). 


The term of a design patent is fourteen years beginning on 
the date of grant as provided in 35 U.S.C. 173. The term of a 
reissue patent is the unexpired part of the term of the original 
patent as provided in 35 U.S.C. 251. Since the term of a reissue 
or design patent is not affected by the filing of a CPA, the 
above-mentioned notice will not be printed on any reissue or 
design patent. 


Other Considerations. 


This final rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


This final rule involves a collection of information subject 
to the Paperwork Reduction Act. This final rule involves the 
deletion of the requirement which stated that the prior applica- 
tion of a continued prosecution application must have been 
filed on or after June 8, 1995. This collection of information 
has been previously approved by the Office of Management 
and Budget (OMB) under OMB Control Number 0651-0032. 
The public reporting burden for this collection of information 
is estimated to average 7.88 hours per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the information. Send comments 
regarding this burden estimate or any other aspect of the data 
requirement, including suggestions for reducing the burden to 
Hiram H. Bernstein or Robert W. Bahr at the address specified 
above and to the Office of Information and Regulatory Affairs, 
OMB, 725 17th Street, N.W., Washington, D.C., 20503 (Attn: 
PTO Desk Officer). 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 


The principal impact of this final rule is to relieve a restriction 
in § 1.53(d)(1)(i) to permit applicants to file a CPA in the 
situation in which the prior application was filed before June 
8, 1995. 


The Office has determined that this final rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612 (October 26, 1987). 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 
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For the reasons set forth in the preamble, the interim rule 
mending 37 CFR Part | which was published at 63 FR 5732- 
5734 on February 4, 1998, is adopted as a final rule without 
change. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 25, 1998 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket #: 980108007-8007-01] 
RIN 0651-AA97 


(130) 


Changes to Continued Prosecution Application Practice 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Interim Rule with Request for Comments. 


SUMMARY: The Patent and Trademark Office (Office) is 
amending § 1.53(d)(1)(i) to remove the requirement that the 
prior application of a continued prosecution application (CPA) 
under § 1.53 (d) must have been filed on or after June 8, 1995. 
This requirement is being removed in response to requests from 
the public. 


DATES: EFFECTIVE DATE: February 4, 1998. 


APPLICABILITY DATE: This rule change applies to all con- 
tinued prosecution applications filed on or after December 1, 
1997. 


COMMENT DEADLINE DATE: To be ensured of consider- 
ation, written comments must be received on or before April 
6, 1998. No public hearing will be held. 


ADDRESSES: Comments should be sent by mail message 
over the Internet addressed to regrefurm@uspto.gov. Com- 
ments may also be submitted by mail addressed to: Box Com- 
ments — Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231, or by facsimile to (703) 308-6916, 
marked to the attention of Hiram H. Bernstein. Although com- 
ments may be submitted by mail or facsimile, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3 1/4 inch disk accompanied 


by a paper copy. 


The comments will be available for public inspection in Suite 
520, of One Crystal Park, 2011 Crystal Drive, Arlington, Vir- 
ginia, and will be available through anonymous file transfer 
protocol (ftp) via the Internet (address: ftp.uspto.gov). Since 
comments will be made available for public inspection, infor- 
mation that is not desired to be made public, such as an address 
or phone number, should not be included in the comments. 


FOR FURTHER INFORMATION CONTACT: Concerning 
this Interim Rule: Hiram H. Bernstein or Robert W. Bahr, 
Senior Legal Advisors, by telephone at (703) 305-9285, or by 
mail addressed to: Box Comments—Patents, Assistant Com- 
missioner for Patents, Washington, D.C. 20231, or by facsimile 
to (703) 308-6916, marked to the attention of Mr. Bernstein. 


Concerning § 1.53 in General: John F. Gonzales, Fred A. Silver- 
berg, or Robert W. Bahr, Senior Legal Advisors, at the above- 


mentioned telephone number. 


SUPPLEMENTARY INFORMATION: Section 1.53(d), as 
amended on December 1, 1997, provides for the filing of a 
continued prosecution application (CPA). See Changes to 
Patent Practice and Procedure; Final Rule, 62 FR 53131 
(October 10, 1997), 1203 Off. Gaz. Pat. Office 63 (October 
21, 1997) (Final Rule). Section 1.53(d)(1)(i) requires, inter alia, 
that the prior application of a CPA under § 1.53(d) had been 
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filed on or after June 8, 1995. See Final Rule, 62 FR at 53186, 
1203 Off. Gaz. Pat. Office at 112. The rationale for this require- 
ment was: 


Permitting the continued prosecution application practice to 
be applicable in instances in which the prior application was 
filed prior to June 8, 1995, would result in confusion as to 
whether the patent issuing from the continued prosecution appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). As the 
continued prosecution application practice was not in effect 
prior to June 8, 1995, no patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 


[The] application number of a continued prosecution applica- 
tion will be the application number of the prior application, 
and the filing date indicated on any patent issuing from a 
continued prosecution application will be the filing date of 
the prior application (or, in a chain of continued prosecution 
applications, the filing date of the application immediately 
preceding the first continued prosecution application in the 
chain). Thus, any patent issuing from a continued prosecution 
application, where the prior application was filed prior to June 
8, 1995, will indicate that the filing date of the application for 
that patent was prior to June 8, 1995, which will confuse the 
public (and possible [sic] the patentee) into believing that such 
patent is entitled to the provisions of 35 U.S.C. 154(c). 


See Final Rule, 62 FR at 53144, 1203 Off. Gaz. Pat. Office at 
74 (response to comment 25). 


The rules of practice formerly permitted an applicant to obtain 
further examination by the filing of a file wrapper continuing 
(FWC) application under § 1.62. Effective December 1, 1997, 
however, FWC practice under § 1.62 was abolished in favor 
of CPA practice under § 1.53(d). See Final Rule, 62 FR at 
53147, 1203 Off. Gaz. Pat. Office at 76-77. As discussed above, 
§ 1.53(d)(1)(i) requires that the prior application of a CPA be 
filed on or after June 8, 1995. When the prior application was 
filed before June 8, 1995, and an applicant desires to file 
what would formerly have been a file wrapper continuation 
(or divisional), § 1.53 as adopted requires that such a continua- 
tion (or divisional) application be filed under § 1.53(b). 


Section 1.53(b) requires that any application filed thereunder 
(including a continuation or divisional) contain a specification 
(including at least one claim) and any necessary drawing. While 
§ 1.53(b) permits the submission of a rewritten specification 
(with all prior amendments incorporated), such an option is 
only practical to those who have the prior application in elec- 
tronic form. For those applicants who do not have the prior 
application in electronic form, their only option is to submit a 
copy of the prior application (including any appendix) along 
with a copy of all the amendments made in the prior application, 
as well as copies of all other papers filed in the prior application 
(e.g., information disclosure statements (IDS’s), affidavits, dec- 
larations) that are to be considered in the continuing application. 


Subsequent to the adoption of the change to § 1.53(d), the 
Office has received a number of comments indicating that it 
will take a considerable amount of time to prepare the papers 
required by § 1.53(b), even when copied from a prior applica- 
tion. 


In view of these concerns, the Office is amending § 1.53(d)(1)(i) 
to eliminate the requirement that the prior application of a CPA 
had been filed on or after June 8, 1995. Section 1.53(d)(1)(i) 
as adopted will require that the prior application of a CPA be 
a nonprovisional application that is either: (1) complete as 
defined by § 1.51(b); or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371. 


As noted in the Final Rule (quoted above), no patent issuing 
from a CPA under § 1.53(d) is entitled to the provisions of 35 
U.S.C. 154(c). To avoid confusion as to the term of any patent 
issuing on a CPA of an application filed before June 8, 1995, 
the Office will include a notice on any patent issuing on a 
CPA, other than a reissue or a design patent, that: (1) the patent 
issued on a CPA; and (2) the patent is subject to the twenty- 
year patent term set forth in 35 U.S.C. 154(a)(2). The term of 
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a design patent is defined in 35 U.S.C. 173 as fourteen (14) 
years from the date of grant. The term of a reissue patent is 
defined in 35 U.S.C. 251 as the unexpired part of the term of 
the original patent. Since the term of any reissue or design 
patent is not affected by the filing of a CPA, no notice will be 
printed on either a reissue or a design patent. 


Interested members of the public are invited to present written 
comments on the change to § 1.53(d)(1)(i) contained in this 
Interim Rule. 


Other Considerations. 


The Commissioner of Patents and Trademarks, pursuant to 
authority at 5 U.S.C. 553(b)(3)(B), finds good cause to adopt 
the changes made in this Interim Rule without prior notice and 
an opportunity for public comment, as such procedures are 
contrary to the public interest. Delay in the promulgation of 
this rule to provide notice and comment procedures would 
cause harm to those applicants who must file a continuation 
or divisional application promptly to meet the copendency 
requirements of 35 U.S.C. 120 and who would not be permitted 
to file a CPA due to the restriction in § 1.53(d)(1)(i). Moreover, 
immediate implementation of this rule is in the public interest 
because those applicants currently subject to the prohibition 
will benefit from the efficiencies and savings resulting from 
the new rule. See Nat. Customs Brokers & Forwarders Ass’n 
v. US., 59 F.3d 1219, 1223-24 (Fed. Cir. 1995). Finally, pur- 
suant to authority at 5 U.S.C. 553(d)(1), this rule may be made 
immediately effective because it relieves a restriction. 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analyt- 
ical requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seq., are inapplicable. 


This rule involves a collection of information subject to the 
Paperwork Reduction Act, 44 U.S.C. ch. 35, previously 
approved by the Office of Management and Budget under 


OMB Control Number 0651-0032. Notwithstanding any other 
provision of law, no person is required to respond nor shall a 
person be subject to a penalty for failure to comply with a 
collection of information subject to the requirements of the 
Paperwork Reduction Act unless that collection of information 
displays a currently valid OMB Control Number. 


This rule does not contain policies with federalism implications 
sufficient to warrant preparation of a Federalism Assessment 
under Executive Order 12612 (October 26, 1987). 


This rule has been determined to be not significant for purposes 
of Executive Order 12866 (September 30, 1993). 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.53 is revised by amending paragraph (d)(1)(i) to 
read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 


KKKK* 
(d) * * * 
(1) * * * 
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(i) The prior nonprovisional application is either: 
(A) Complete as defined by § 1.51(b); or 


(B) The national stage of an international application in 
compliance with 35 U.S.C. 371; and 


KKK 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


January 28, 1998 
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DEPARTMENT OF COMMERCE 
[Docket No. 970428100-7256-02] 
Patent and Trademark Office 
37 CFR Parts 2 and 3 
RIN 0651-AA87 


(131) 


Miscellaneous Changes to Trademark 
Trial and Appeal Board Rules 


AGENCY: Patent and Trademark Office, Commerce. 


ACTION: Proposed rule; notice of hearing and reopening of 
comment period. 


SUMMARY: The Patent and Trademark Office (PTO) will 
hold a public hearing, and reopen the comment period, on 
changes to certain rules and practices of the Trademark Trial and 
Appeal Board that were proposed in June of 1997. Interested 
members of the public are invited to testify at the public hearing 
and to submit written comments on these proposed changes. 


DATES: The public hearing will be held on Wednesday, 
December 10, 1997, beginning at 9:00 a.m. 


Those wishing to present oral testimony at the hearing must 
request an opportunity to do so no later than Friday, December 
1997. 


Speakers may provide a written copy of their testimony 
for inclusion in the record of the proceedings no later than 
Wednesday, December 17, 1997. 


Written comments will be accepted by the PTO until 
December 10, 1997. 


Written comments and transcripts of the hearing will be 
available for public inspection on or about Wednesday, January 
7, 1998. 


ADDRESSES: The hearing will be held on Wednesday, 
December 10, 1997, beginning at 9:00 a.m. in the Commis- 
sioner’s Conference Room, located on the 9th floor of Crystal 
Park 2, 2121 Crystal Drive, Arlington, Virginia 22202. 


Requests to testify should be sent to Ellen Seeherman by 
telephone at (703) 308-9300, ext. 206, by facsimile transmission 
at (703) 308-9333, or by mail marked to her attention and 
addressed to Assistant Commissioner for Trademarks, Box 
TTAB-No Fee, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513. 


Written comments may be sent by mail addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513, marked to the 
attention of Ellen J. Seeherman. Written comments may also 
be sent by facsimile transmission to (703) 308-9333, marked 
to the attention of Ellen J. Seeherman. 


Written comments and transcripts of the hearing will be 
maintained for public inspection in Suite 900, on the 9th Floor 
of the South Tower Building, 2900 Crystal Drive, Arlington, 
Virginia 22202-3513. 
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FOR FURTHER INFORMATION CONTACT: Ellen J. 
Seeherman, Administrative Trademark Judge, Trademark Trial 
and Appeal Board, by telephone at (703) 308-9300, ext. 206, 
or by mail marked to her attention and addressed to Assistant 
Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513 or by facsimile 
transmission marked to her attention and sent to (703) 308- 
9333. 


SUPPLEMENTARY INFORMATION: A notice of pro- 
posed rulemaking to amend certain rules governing practice 
before the Trademark Trial and Appeal Board was published 
in the Federal Register on June 5, 1997 (62 FR 30802) and in 
the Official Gazette on June 24, 1997 (1199 TMOG 88). A 
number of the comments made in response to that notice sug- 
gested that a public hearing be held on the proposed rules 
changes. Accordingly, the PTO has decided to hold a public 
hearing on the proposed rules changes on December 10, 1997. 
Moreover, some trade organizations expressed the concern that, 
because the comment period occurred during the summer 
months, some practitioners and other interested parties and 
entities were not aware of the proposed amendments. Accord- 
ingly, the PTO has decided to reopen the comment period. All 
comments previously submitted will be considered together 
with any additional written comments which are submitted by 
December 10, 1997. 


It should be noted that, in view of the comments already 
received, the PTO has determined that it will not adopt the 
proposed changes to Sections 2.120(d) and 2.120(h) regarding 
limiting the number of requests for production of documents 
and the requests for admission which may be served. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Oct. 29, 1997 


[1204 OG 90] 


Identification Of Affidavits/Declarations 
FiledUnder 37 CFR 1.131 Which Establish 
A Date of Invention In A 
NAFTA or WTO Member Country 


(132) 


35 U.S.C. 104 was amended by Public Law 103-182 and 
103-465 to permit applicant/patentee to establish a date of 
invention in a NAFTA country no earlier than December 8, 
1993 and in a WTO member country no earlier than January 
1, 1996, respectively. 37 CFR 1.131 was amended, effective 
May 31, 1995, to implement the changes made to 35 U.S.C. 
104. In order to study the impact of the changes to 35 U.S.C. 
104 and to track affidavits/declarations filed under 37 CFR 
1.131 as a result of the changes to 35 U. S.C. 104, the U.S. 
Patent and Trademark Office (Office) is requesting applicant/ 
patentee to identify in the title of affidavits/declarations filed 
under 37 CFR 1.131 whether the affidavit/declaration is filed 
to establish a date of invention ina NAFTA country other than 
the U.S. or in a WTO member country other than a NAFTA 
country by providing the following: 


“131 N” - for NAFTA country other than the U.S.; and 
“131 W” - for WTO member country other than a NAFTA 
country. 


The Office is in the process of modifying the Patent Applica- 
tion Location and Monitoring system (PALM) to record the 
receipt of the types of affidavits/declarations filed under 37 
CFR 1.131 identified supra. 


The new procedure for identifying affidavits/declarations 
filed under 3 7 CFR 1.131 of the “131 N” or “131 W” categories 
is effective immediately. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


Sept. 30, 1997 
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(133) Department of Commerce 
Patent and Trademark Office 


37 CFR Part 1 


[Docket No: 950620162-6014-02] 
RIN 0651-AA75 


Miscellaneous Changes in Patent Practice 
Agency: Patent and Trademark Office, Commerce. 


Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to implement a 
number of miscellaneous changes proposed in the rulemaking 
entitled “Changes to Implement 18-Month Publication of Patent 
Applications” (Notice of Proposed Rulemaking), published in 
the Federal Register at 60 FR 42352 (August 15, 1995), and 
in the Patent and Trademark Office Official Gazette 1177 Off. 
Gaz. Pat. Office 61 (August 15, 1995), that are not directly 
related to the 18-month publication of patent applications. 
While the proposed rule changes in the Notice of Proposed 
Rulemaking were designed primarily to implement the changes 
in practice related to the publication of patent applications 
provided for in H.R. 1733, these miscellaneous proposed 
changes clarify current rules or practice, without regard to the 
publication of patent applications. 


Effective Date: September 23, 1996. 

Sections 1.52(a) and (b), 1.58, 1.72(b), 1.75(g), (h) and (i), 
1.77, 1.84(c), (f), (g) and (x), 1.96, 1.154, and 1.163 of 37 
CFR apply to applications filed on or after September 23, 1996. 


For Further Information Contact: Stephen G. Kunin by tele- 
phone at (703) 305-8850, by facsimile at (703) 305-8825, by 
electronic mail at rbahr@uspto.gov, or Jeffrey V. Nase by 
telephone at (703) 305-9285, or by mail marked to the attention 
of Stephen G. Kunin, addressed to the Assistant Commissioner 
for Patents, Washington, D.C. 20231. For copies of the forms 
discussed in this final rule package, contact the Customer Ser- 
vice Center of the Office of Initial Patent Examination at (703) 
308-1214. 


Supplementary Information 


This final rule package is designed to implement the miscella- 
neous changes set forth in the proposed rulemaking entitled 
“Changes to Implement 18-Month Publication of Patent Appli- 
cations” (Notice of Proposed Rulemaking) that are not directly 
related to 18-month publication of patent applications and that 
are considered desirable even in the absence of an 18-month 
publication system. 


The Notice of Proposed Rulemaking indicated that, in addi- 
tion to implementing the 18-month publication of patent appli- 
cations, the Office also proposed to: (1) clarify which 
applications claiming the benefit of prior applications, or which 
prior applications for which a benefit is claimed in a later 
application, will be preserved in confidence; (2) amend the 
rules pertaining to the format and standards for application 
papers and drawings to improve the standardization of patent 
applications; (3) provide for those instances in which inventions 
of a pending application or patent under reexamination and 
inventions of a patent held by a single party are not identical, but 
not patentably distinct; (4) clarify the practice for the delivery 
or mailing of patents; (5) expedite the entry of international 
applications into the national stage; and (6) amend a number 
of rules for consistency and clarity. The Notice of Proposed 
Rulemaking stated that these proposed rule changes may be 
adopted as final rules even in the absence of an 18-month 
publication system, and advised interested persons to comment 
on any proposed rule change, regardless of whether H.R. 1733 
is enacted. 


To avoid delays in the implementation of rule changes con- 
sidered desirable even in the absence of an 18-month publica- 
tion system, this final rule package provides for changes to 37 
CFR §§ 1.12(c), 1.14, 1.52(a) and (b), 1.54, 1.58, 1.62(e) and 
(f), 1.72(b), 1.75(g), 1.77, 1.78(a) and (c), 1.84(c), (f), (g) and 
(x), 1.96, 1.97, 1.107, 1.110, 1.131, 1.132, 1.154, 1.163, 1.291, 
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1.292, 1.315, 1.321 and 1.497, and adds new §§ 1.5(f), 1.75(h) 
and (i), and 1.130, all of which are based upon the changes 
proposed in the Notice of Proposed Rulemaking. 


Implementation of 18-month publication held in abeyance 
pending Congressional action on H.R. 1733 


The Notice of Proposed Rulemaking also proposed changes 
to 37 CFR §§ 1.4, 1.5(a), 1.9, 1.11, 1.12(a) and (b), 1.13, 1.16, 
1.17, 1.18, 1.19, 1.20, 1.24, 1.51, 1.52(d), 1.53, 1.55, 1.60, 
1.78(a), 1.84@), 1.85, 1.98, 1.108, 1.136, 1.138, 1.492, 1.494, 
1.495, 1.701, 1.808, 3.31, 5.1, new §§ 1.5(g), 1.306 through 
1.308 and 5.9, and further changes to §§ 1.14, 1.54, 1.62, 
1.107, 1.131, 1.132, 1.291 and 1.292 to implement the 18- 
month publication of patent applications as contained in H.R. 
1733 and provide procedures for the treatment of national secu- 
rity classified applications. The adoption of changes to these 
rules is held in abeyance pending Congressional action on H.R. 
1733. 

The proposed rule changes in the Notice of Proposed Rulem- 
aking to provide new procedures for the treatment of national 
security classified applications are also being held in abeyance. 
These proposed rule changes are separable from the implemen- 
tation of 18-month publication; however, they are sufficiently 
related to the implementation of 18-month publication that they 
are also being held in abeyance pending Congressional action 
on H.R. 1733. 


In the event that H.R. 1733 is enacted, a final rule package 
to implement this legislation will be published. Final rules to 
implement 18-month publication of patent applications based 
upon the Notice of Proposed Rulemaking and the comments 
received in response to the Notice of Proposed Rulemaking 
may be adopted without either an additional public hearing or 
an additional proposal being published for comment. 


Implementation of the miscellaneous changes proposed in 
the Notice of Proposed Rulemaking 


The following paragraphs of this section include: (1) a discus- 
sion of the rules being added or amended in this final rule 
package, (2) the reasons for those additions and amendments, 
and (3) an analysis of the comments received in response to 
the Notice of Proposed Rulemaking. 


Changes to proposed rules: These final rules contain a number 
of changes to the text of the rules as proposed for comment. 
The significant changes are discussed below. Familiarity with 
the Notice of Proposed Rulemaking is assumed. 

Sections 1.14(a) and (b) have been re-written for clarity. 
Section 1.14(a)(1) provides that patent applications are gener- 
ally preserved in confidence. Section 1.14(a)(2) sets forth the 
circumstances under which status information concerning an 
application may be supplied, and § 1.14(a)(3) sets forth the 
circumstances under which access to, or copies of, an applica- 
tion may be provided. Section 1.14(b) provides that abandoned 
applications may be destroyed after 20 years from their filing 
date. The reference to paragraph (b) in § 1.14(e) has been 
deleted for consistency with the changes to paragraphs (a) and 
(b) of § 1.14. 


Section 1.52(a) is being changed to provide that all papers 
which are to become a part of the permanent records of the 
Patent and Trademark Office must be legibly “written either 
by a typewriter or mechanical printer in permanent dark ink 
or its equivalent,” rather than “typed in permanent dark ink.” 
This change will permit the filing of papers printed by any 
computer operated printer, such as a laser printer which uses 
toner rather than ink, and will avoid a conflict between § 1.52(a) 
and Patent Cooperation Treaty (PCT) Rule 11.9. The phrase 
“when required by the Office” was also added to § 1.52(a). 


Section 1.52(b) is being changed to provide that: (1) the 
application papers must be plainly written with each page 
printed on only one side of a sheet of paper, with the claim 
or claims commencing on a separate sheet and the abstract 
commencing on a separate sheet; (2) the lines of the specifica- 
tion, and any amendments to the specification, must be | 1/2 or 
double spaced; and (3) the pages of the specification including 
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claims and abstract must be numbered consecutively, starting 
with 1, the numbers being centrally located above or preferably, 
below, the text. This change will clarify: (1) the separate sheet 
requirement for both the claims and abstract, (2) that the lines 
of the papers not comprising the specification and amendments 
thereto need not be | 1/2 or double spaced, and (3) that the 
specification, and not the transmittal sheets or other forms, 
must be numbered. 


Section 1.58 is being changed to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. This replaces the requirement that “[t]o facilitate 
camera copying when printing, the width of formulas and tables 
as presented should be limited normally to 12.7 cm. (5 inches) 
so that it may appear as a single column in the printed patent.” 
However, chemical and mathematical formulae and tables must 
still otherwise comply with §§ 1.52(a) and (b). This change 
will avoid a conflict between § 1.58 and PCT Rule 11.10(d). 
Section 1.58 is also being changed to require “0.21 cm.” rather 
than “2.1 mm.” to ensure consistency. 


Section 1.72 is being changed to provide that the abstract 
must commence on a separate sheet, preferably following the 
claims. This change will avoid renumbering pages of a specifi- 
cation submitted in the arrangement set forth in § 1.77 when 
filing the application as an international application. 

Section 1.75(h) is being changed to provide that the claim 
or claims must commence on a separate sheet. This change will 
clarify that § 1.75 requires that the claim or claims commence or 
begin on a separate sheet, rather than requiring that all of the 
claims must be on a single separate sheet or that each claim 
must be on a separate sheet. 


Section 1.77 is being changed to position the abstract as 
element “(12)” following the claims, rather than element “(3)” 
prior to the first page of the specification to conform to § 1.72. 

Section 1.78(a)(2) is being changed to replace the reference 
to § 1.14(b) with a reference to § 1.14(a). 


Section 1.78(c) is being changed to replace the phrase 
“[{w]here an application or a patent under reexamination and 
an application or a patent” with the phrase “[wJhere an applica- 
tion or a patent under reexamination and at least one other 
application,” since conflicting claims between an application 
or a patent under reexamination and a patent will be provided 
for in new § 1.130. Section 1.78(c) is also being changed to 
delete the sentence “[i]n addition to making said statement, the 
assignee may also explain why an interference should or should 
not be declared,” since the Office will not, unless good cause 
is shown, declare or continue an interference when the applica- 
tion(s) and patent are owned by a single party. 


Section 1.78(d) is removed. The provisions of § 1.78(d), as 
proposed, are in new § 1.130(b), since § 1.130 provides for 
conflicting claims between an application or a patent under 
reexamination and a patent. 


Section 1.84(x) is being changed from “[n]Jo holes should 
be provided in the drawings sheets” to “[n]o holes should be 
made by the applicant in the drawing sheets” to clarify that 
the application papers, including drawings, should be submitted 
by the applicant without holes provided therein, but that the 
Office will drill holes through the application papers during 
the pre-examination processing of the application. 


Section 1.96(b) is being changed to provide that a listing 
submitted as part of the specification “must be direct printouts 
(i.e., not copies) from the computer’s printer” for clarity. 


Section 1.96(c) is being changed to substitute a reference to 
36 CFR Part 1230 (Micrographics) for the enumerated Amer- 
ican National Standards Institute (ANSI) and National Micro- 
graphics Association (NMA) standards. As 36 CFR Part 1230 
sets forth the micrographic requirements for government 
records, it is appropriate to reference this provision, rather than 
promulgate separate standards for micrographics employed in 
patent applications. 
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Section 1.97 is being changed to delete any reference to a 
reexamination proceeding or a patent owner. The submission 
of an information disclosure statement during a reexamination 
proceeding is governed by § 1.555(a). 


Section 1.97(a) is being changed from “[iJn order for an 
applicant for patent or for reissue of a patent to have information 
considered by the Office during the pendency of a patent appli- 
cation, an information disclosure statement in compliance with 
§ 1.98 should be filed in accordance with this section” to “[i]n 
order for an applicant for a patent or for a reissue of a patent 
to have an information disclosure statement in compliance with 
§ 1.98 considered by the Office during the pendency of the 
application, it must satisfy paragraph (b), (c), or (d) of this 
section” for clarity. Sections 1.97(c) and (d) are also being 
changed to clarify the conditions in § 1.97(c) under which a 
certification as specified in § 1.97(e) or the fee set forth in § 
1.17(p) is required, and the conditions in § 1.97(d) under which 
a certification as specified in § 1.97(e), a petition, and the 
petition fee set forth in § 1.17(i) are required. 


Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency. 


The proposed addition of a new § 1.131(a)(3) is being with- 
drawn in this final rule package. This proposed change, as well 
as the provisions of former § 1.78(d), has been re-written as 
a new § 1.130. New § 1.130(a) will provide a procedure for 
the disqualification of a commonly owned patent claiming a 
patentably indistinct but not identical invention. New § 1.130(b) 
will include the provisions of former § 1.78(d). 


Section 1.131(a) is being changed to replace the phrase “U.S. 
patent to another” with “U.S. patent to another or others.” 
Section 1.154(a)(7) is being changed to add “[f]eature” prior 
to “[d]Jescription,” and § 1.154(a)(8) is being changed to add 
“a single” prior to “claim.” 


Section 1.163 is being changed to position the abstract as 
element “(11)” following the claims, rather than element “(3)” 
prior to the first page of the specification. This change will 
parallel the change to § 1.77. In addition, § 1.163(c)(10) is 
being changed to add “a single” prior to “claim.” 

Section 1.497(b)(2) is being changed to provide that “[i]f 
the person making the oath or declaration is not the inventor, 
the oath or declaration shall state the relationship of the person 
to the inventor, the facts required by §§ 1.42, 1.43 or 1.47, 
and, upon information and belief, the facts which the inventor 
would have been required to state“ to better set forth the require- 
ments of an oath or declaration by a person who is not the 
inventor. Section 1.497(c) is being changed to delete the initial 
phrase “[t]he oath or declaration must comply with the require- 
ments of § 1.63; however,” since it is unnecessary. 


Discussion of Specific Rules 


Title 37 of the Code of Federal Regulations, Part | is amended 
as follows: 


Section 1.5(f) is added to provide that a paper concerning 
a provisional application must identify the application as such 
and by the application number. 


Section 1.12 is amended to revise paragraph (c) to read 
“preserved in confidence under § 1.14” for consistency with 
§ 1.14. 


Section 1.14 is amended to revise the title and paragraphs 
(a) and (e) to read “preserved in confidence” for consistency 
with the language in 35 U.S.C. 122. 


Section 1.14(a) is amended to add a paragraph (a)(1) to 
provide that patent applications are generally preserved in con- 
fidence pursuant to 35 U.S.C. 122, and that no information 
will be given concerning the filing, pendency, or subject matter 
of any application for patent, and no access will be given to, 
or copies furnished of, any application or papers relating thereto, 
except as set forth in § 1.14. 


Section 1.14(a) is also amended to add a paragraph (a)(2) 
to provide that status may be supplied: (1) concerning an appli- 
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cation or any application claiming the benefit of the filing date 
of the application, if the application has been identified by 
application number or serial number and filing date in a pub- 
lished patent document; (2) concerning the national stage appli- 
cation or any application claiming the benefit of the filing date 
of a published international application, if the United States 
of America has been indicated as a Designated State in the 
international application; or (3) when it has been determined 
by the Commissioner to be necessary for the proper conduct 
of business before the Office. Status information includes infor- 
mation such as whether the application is pending, abandoned, 
or patented, as well as the application number and filing date. 
The inclusion of applications claiming the benefit of the filing 
date of applications so identified is to avoid misleading the 
public in instances in which the application identified as set 
forth in § 1.14(a)(2) is abandoned, but an application claiming 
the benefit of the filing date of the identified application (e.g., 
a continuing application) is pending. 


Section 1.14(a) is also amended to add a new paragraph 
(a)(3) to provide that access to, or copies of, an application 
may be provided: (1) when the application is open to the public 
as provided in § 1.11(b); (2) when written authority in that 
application from the applicant, the assignee of the application, 
or the attorney or agent of record has been granted; (3) when 
it has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office, or (4) to 
any person on written request, without notice to the applicant, 
when the application is abandoned and available and is: (a) 
referred to in a U.S. patent, (b) referred to in an application 
open to public inspection, (c) an application which claims 
the benefit of the filing date of an application open to public 
inspection, or (d) an application in which the applicant has 
filed an authorization to lay open the complete application to 
the public. 


Section 1.14(b) is amended to provide that complete applica- 
tions (§ 1.51(a)) which are abandoned may be destroyed and 
hence may not be available for access or copies as permitted 
by paragraph (a)(3)(iv) of this section after 20 years from their 
filing date, except those to which particular attention has been 
called and which have been marked for preservation. The sen- 
tence in § 1.14(b) concerning the non-return of abandoned 
applications is deleted as duplicative of the provision in § 1.59, 
which provides that papers in an application which has received 
a filing date will not be returned, and is unrelated to the preser- 
vation of applications in confidence under § 1.14. 


Section 1.52(a) is amended to provide that all papers which 
are to become a part of the permanent records of the Office 
must be legibly written by a typewriter or mechanical printer 
in permanent dark ink or its equivalent in portrait orientation 
on flexible, strong, smooth, non-shiny, durable and white paper. 
Section 1.52(a) is further amended to provide that the applica- 
tion papers must be presented in a form having sufficient clarity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition, as well as the direct photocopy reproduc- 
tion currently provided for. Section 1.52(a) is further amended 
to provide that substitute typewritten or mechanically printed 
papers “will” be required if the original application papers are 
not of the required quality. As any substitute typewritten or 
mechanically printed papers containing the subject matter of the 
originally filed application papers would constitute a substitute 
specification, the provisions of § 1.125 governing the entry of 
a substitute specification would be applicable, and § 1.52(a) 
is amended to include a specific reference to § 1.125. 


Section 1.52(b) is amended to provide that the claim or 
claims must commence on a separate sheet and the abstract 
must commence on a separate sheet. Section 1.72(b) provides 
that the abstract must commence on a separate sheet, and § 
1.75(h) provides that the claim or claims must commence on 
a separate sheet. Section 1.52(b) is amended to provide that 
the sheets of paper must all be the same size and either 21.0 
cm. by 29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/ 
2 by 11 inches), with a top margin of at least 2.0 cm. (3/4 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 2.0 cm. (3/4 inch), and a bottom margin 
of at least 2.0 cm. (3/4 inch), and that no holes should be 
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made in the submitted paper sheets. Section 1.52(b) is further 
amended to provide that the lines of the specification, and any 
amendments to the specification, “must” be | 1/2 or double 
spaced, and that the pages of the specification “must” be num- 
bered consecutively, starting with page one, with the numbers 
being centrally located above or below the text. Finally, § 
1.52(b) is amended to specifically reference drawings to clarify 
that drawings are part of the application papers, but that the 
standards for drawings are set forth in § 1.84. 


The proposed changes to §§ 1.52(a) and (b), 1.58, 1.72(b), 
1.75(g), (h), and (i), 1.77, 1.84(c), (f), (g), and (x), 1.96, 1.154, 
and 1.163 pertaining to the format and standards for application 
papers and drawings in the Notice of Proposed Rulemaking 
are considered desirable, regardless of whether H.R. 1733 is 
enacted. 


While the vast majority of applications currently comply 
with §§ 1.52(a) and (b), 1.58, 1.72(b), 1.75(h), 1.84(c), (f), (g), 
and (x), and 1.96 as adopted in this final rule, those applications 
which do not comply with §§ 1.52(a) and (b), 1.58, 1.84(c), 
(f), (g), and (x), and 1.96 as adopted in this final rule (e.g., 
applications containing hand-written papers) create an inordi- 
nate administrative burden on the Office during the initial pro- 
cessing, examination, and publishing of the application as a 
patent. In addition, the Office plans to replace or augment the 
current microfilming process with electronic data capture of at 
least the technical content (i.e., the specification, abstract, 
claims and drawings) of the application-as-filed for internal 
Office use, regardless of whether H.R. 1733 is enacted. There- 
fore, the Office will no longer permit these relatively few 
applicants to submit application papers and drawings that do 
not meet the standards set forth in §§ 1.52(a) and (b), 1.58, 
1.84(c), (f), (g), and (x), and 1.96 as adopted in this final rule. 


The application format set forth in §§ 1.75(g) and (i), 1.77, 
1.154, and 1.163 as adopted in this final rule merely expresses 
the Office’s preferences for format of utility, design and plant 


applications. They do not set forth mandatory requirements for 
application papers and drawings. 


Section 1.54(b) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 

Section 1.58(b) is removed and is reserved as unnecessary 
in view of the amendments to §§ 1.52(a) and (b). 


Section 1.58(c) is amended to provide that chemical and 
mathematical formulae and tables must be presented in compli- 
ance with §§ 1.52(a) and (b), except that chemical and mathe- 
matical formulae or tables may be placed in a landscape 
orientation if they cannot be presented satisfactorily in a portrait 
orientation. Section 1.58(c) is further amended to delete the 
following sentences to conform to the writing and paper size 
and orientation limitations in §§ 1.52(a) and (b): (1) “[t]o 
facilitate camera copying when printing, the width of formulas 
and tables as presented should be limited normally to 12.7 cm. 
(5 inches) so that it may appear as a single column in the 
printed patent’; (2) “[ilf it is not possible to limit the width of 
a formula or table to 5 inches (12.7 cm.), it is permissible to 
present the formula or table with a maximum width of 10 3/ 
4 inches (27.3 cm.) and to place it sideways on the sheet”; and 
(3) “{hJand lettering must be neat, clean, and have a minimum 
character height of 0.08 inch (2.1 mm.).” Section 1.58(c) is 
further amended to insert “chosen” between “must be” and 
“from a block (nonscript) type font.”” Section 1.58(c) is further 
amended to provide metric dimensions with English equivalents 
in parentheticals, rather than vice versa. 


Section 1.62(e) is amended to change “application serial 
number” to “application number” for consistency with § 1.5(a). 


Section 1.62(f) is amended to change “secrecy” to “confi- 
dence” as is found in 35 U.S.C. 122 and § 1.14, and change 
“37 CFR 1.14” to “§ 1.14” for consistency. 


Section 1.72(b) is amended to provide that the abstract must 
“commence,” rather than “be set forth,” on a separate sheet. 
This change will conform the “separate sheet” requirement for 
the abstract with that for the claims. 
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Section 1.75 is amended to include an amendment to para- 
graph (g), and would add two new paragraphs. Section 1.75(g) 
is amended to add the phrase “[t}he least restrictive claim 
should be presented as claim number |” to the beginning of 
the paragraph. Section 1.75(h) is added to provide that the 
claim or claims must commence on a separate sheet. Section 
1.75(i) is added to provide that where a claim sets forth a 
plurality of elements or steps, each element or step of the claim 
should be separated by a line indentation. 


Section 1.77 is amended to provide that the elements of the 
application, if applicable, should appear in the following order: 
(1) Utility Application Transmittal Form; (2) Fee Transmittal 
Form; (3) title of the invention; or an introductory portion 
stating the name, citizenship, and residence of the applicant, 
and the title of the invention; (4) cross-reference to related 
applications; (5) statement regarding federally sponsored 
research or development; (6) reference to a “Microfiche 
appendix; (7) background of the invention; (8), brief summary 
of the invention; (9) brief description of the several views of 
the drawing; (10) detailed description of the invention; (11) 
claim or claims; (12) abstract of the disclosure; (13) drawings; 
(14) executed oath or declaration; and (15) sequence listing. 
The phrase “if applicable” is inserted in the heading, rather 
than associated with any particular listed element, to clarify 
that § 1.77 does not per se require that an application include 
all of the listed elements, but merely provides that any listed 
element included in the application should appear in the order 
set forth in § 1.77. Section 1.77 is further amended to provide 
that the (1) title of the invention; (2) cross-reference to related 
applications; (3) statement regarding federally sponsored 
research or development; (4) background of the invention; (5) 
brief summary of the invention; (6) brief description of the 
several views of the drawing; (7) detailed description of the 
invention; (8) claim or claims; (9) abstract of the disclosure; 
and (10) sequence listing, should appear in upper case, without 
underlining or bold type, as section headings, and if no text 
follows the section heading, the phrase “Not Applicable” should 
follow the section heading. Finally, § 1.77 is amended to change 
the reference to § 1.96(b) in § 1.77(a)(6) to § 1.96(c) for 
consistency with § 1.96. 


Section 1.78(a)(2) is amended to replace the reference to § 
1.14(b) with a reference to § 1.14(a) for consistency with §§ 
1.14(a) and (b) as amended. 


Section 1.78(c) is amended to change “two or more applica- 
tions, or an application and a patent” to “an application or a 
patent under reexamination and at least one other application” 
such that the provisions of § 1.78(c) will also be applicable to 
a patent under reexamination. Section 1.78(c) is also amended 
to correct “inventors and owned by the same party contain 
conflicting claims” to read “inventors are owned by the same 
party and contain conflicting claims.” Section 1.78(c) is also 
amended to delete the sentence “[iJn addition to making said 
statement, the assignee may also explain why an interference 
should or should not be declared.” 


Section 1.78(d) is removed. The provisions of former § 
1.78(d), as proposed, are in new § 1.130(b). 


Section 1.84(c) is amended to provide that a reference to 
the application number, or, if an application number has not 
been assigned, the inventor’s name, may be included in the 
left-hand corner of the drawing sheet, provided that reference 
appears within 1.5 cm. (9/16 inch) from the top of the sheet. 


Section 1.84(f) is amended to provide that the size of all 
drawing sheets in an application must be either 21.0 cm. by 
29.7 cm. (DIN size A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 
inches) to conform to the requirement in § 1.52(b) concerning 
papers in an application. 


Section 1.84(g) is amended to delete the margin requirements 
for the sheet sizes that are no longer acceptable in view of the 
changes to § 1.84(f). Section 1.84(g) is further amended to 
provide that the sheets should have scan targets (cross-hairs) on 
two catercorner margin corners. Finally, § 1.84(g) is amended to 
increase the bottom and side margins such that each sheet must 
include a top margin of at least 2.5 cm. (1 inch), a left side 





Marcu 21, 2000 


margin of at least 2.5 cm. (1 inch), a right side margin of at 
least 1.5 cm. (9/16 inch), and a bottom margin of at least 1.0 
cm. (3/8 inch), thereby leaving a sight no greater than 17.0 
cm. by 26.2 cm. on 21.0. cm. by 29.7 cm. (DIN size A4) drawing 
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6 15/ 
16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) 
drawing sheets. 


Section 1.84(x) is amended to delete the provisions indicating 
the proper location for holes in a drawing sheet, and provide 
that no holes should be provided in the drawing sheets. 


Section 1.96 is amended to designate the text preceding 
current paragraph (a) as paragraph (a) “General,” and would 
redesignate current paragraphs (a) and (b) as paragraphs (b) 
and (c), respectively. New § 1.96(a) is further amended to insert 
a period between “specification” and “[a] computer,” to change 
“these rules” to “this section,” and to change “may be submitted 
in patent applications in the following forms” to “may be sub- 
mitted in patent applications as set forth in paragraphs (b) and 
(c) of this section.” 


New § 1.96(b) is further amended to: (1) change the sentences 
“{t}he listing may be submitted as part of the specification in 
the form of computer printout sheets (commonly 14 by 11 
inches in size) for use as *camera ready copy’ when a patent 
is subsequently printed“ and “[s]uch computer printout sheets 
must be original copies from the computer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, the printing on each sheet must be limited 
to an area 9 inches high by 13 inches wide, and the sheets 
should be submitted in a protective cover” to “[aJny listing 
submitted as part of the specification must be direct printouts 
(i.e., not copies) from the computer’s printer with dark solid 
black letters not less than 0.21 cm. high, on white, unshaded 
and unlined paper, and the sheets should be submitted in a 
protective cover’; (2) delete the sentence “[wJhen printed in 
patents, such computer printout sheets will appear at the end 
of the description but before the claims and will usually be 
reduced about 1/2 in size with two printout sheets being printed 
as one patent specification page”; and (3) delete the phrase “if 
the copy is to be used for camera ready copy.” New § 1.96(b)(1) 
provides that the requirements of § 1.84 apply to computer 
program listings submitted as sheets of drawings, and new § 
1.96(b)(2) provides that the requirements of § 1.52 apply to 
computer program listings submitted as part of the specification. 


New § 1.96(c) is amended to: (1) change the references to 
§ 1.77(c)(2) in § 1.96(c) to § 1.77(a)(6) for consistency with 
§ 1.77; (2) change “may” and “should” to “must”; (3) delete 
the sentence “[{aJll computer program listings submitted on 
paper will be printed as part of the patent”; (4) relocate the 
phrase “except as modified or clarified below” in subsection 
(c)(2); (5) change the phrase “computer-generated information 
submitted as an appendix to an application for patent shall be 
in the form of microfiche in accordance with the standards” 
to “computer-generated information submitted as a ‘microfiche 
appendix’ to an application shall be in accordance with the 
standards” for clarity; (6) change the references to the specific 
American National Standards Institute (ANSI) or National 
Micrographics Association (NMA) standards with 36 CFR Part 
1230; (7) change “serial number” to “application number”; 
and (8) provide metric dimensions with English equivalents in 
parentheticals, rather than vice versa. 


Section 1.97(a) is amended to include the phrase “for an 
applicant for patent or for reissue of a patent.” Paragraphs 
(a)-(d) are amended to include the phrase “by the applicant” 
to clarify that § 1.97 is not available for any third party seeking 
to have information considered in a pending application. Any 
third party seeking to have information considered in a pending 
application must proceed under §§ 1.291 or 1.292. As discussed 
supra, §§ 1.97(a), (c) and (d) are also being amended for 
clarity. Section 1.97(c) is further amended to correct the phrase 
“certification as specified in paragraph (3) of this section” to 
read “certification as specified in paragraph (e) of this section.” 


Section 1.107 is amended to delete the phrase “and the classes 
of inventions.” 
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Section 1.110 is amended to change the reference to § 1.78(d) 
to a reference to § 1.130 for consistency with the removal of 
§ 1.78(d), and the location of the provisions of former § 1.78(d) 
in § 1.130(b). 


A new paragraph (a)(3) in § 1.131 was proposed in the 
Notice of Proposed Rulemaking to permit a showing of prior 
invention in a pending application or patent under reexamina- 
tion to avoid a rejection under 35 U.S.C. 103 based upon a 
patent which qualifies as prior art only under 35 U.S.C. 102(a) 
or (e), where the application or patent under reexamination and 
the patent upon which the rejection is based are both owned 
by a single party, so long as the invention claimed in the 
pending application or patent under reexamination and in the 
other patent are not identical as set forth in 35 U.S.C. 102. 
Upon further study, it is considered appropriate to disqualify 
such patents, and provide for the obviation of judicially created 
double patenting rejections in an application or a patent under 
reexamination by the filing of a terminal disclaimer in accor- 
dance with § 1.321(c), in a separate § 1.130. 


New § 1.130(a) provides that when any claim of an applica- 
tion or a patent under reexamination is rejected under 35 U.S.C. 
103 on a U.S. patent to another or others which is not prior 
art under 35 U.S.C. 102(b), and the inventions defined by the 
claims in the application or patent under reexamination and by 
the claims in the patent are patentably indistinct but not identical 
as set forth in 35 U.S.C. 101, and the inventions are owned 
by the same party, the applicant or owner of the patent under 
reexamination may disqualify the patent as prior art. Section 
1.130(a) specifically provides that the patent can be disqualified 
as prior art by submission of: (1) a terminal disclaimer in 
accordance with § 1.321(c), and (2) an oath or declaration 
stating that the application or patent under reexamination and 
the patent are currently owned by the same party, and that the 
inventor named in the application or patent under reexamination 
is the prior inventor under 35 U.S.C. 104. 


Where inventions defined by the rejected claims in the appli- 
cation or a patent under reexamination and by the claims in 
the patent upon which the rejection is based are patentably 
distinct, the rejection may be overcome pursuant to § 1.131. 
Since § 1.130 applies only when inventions defined by the 
claims in an application or a patent under reexamination and 
by the claims in the patent are patentably indistinct, § 1.130 
expressly provides that an oath or declaration submitted pur- 
suant to § 1.130 to disqualify a patent must be accompanied 
by a terminal disclaimer in accordance with § 1.321(c). 


As the conflict between two pending applications can be 
avoided by filing a continuation-in-part application merging 
the conflicting inventions into a single application, § 1.130 is 
limited to rejections based upon a patent. 


New § 1.130(b) includes the provisions of former § 1.78(d), 
as proposed in the Notice of Proposed Rulemaking. Former § 
1.78(d) was proposed to be amended to change “obviousness- 
type double patenting rejection” to “non-statutory double pat- 
enting rejections” as current examining procedures authorize 
non-obviousness-type double patenting rejections, as well as 
obviousness-type double patenting rejections (See section 
804(ID) of the Manual of Patent Examining Procedure (MPEP)), 
and either may be obviated by filing a terminal disclaimer in 
accordance with § 1.321(c). The phrase “non-statutory double 
patenting rejection,” however, is being replaced with “judicially 
created double patenting rejection” to better set forth the legal 
basis for the rejection. 


Section 1.78(d) was also proposed to be amended to change 
each instance of “application” to “application or a patent under 
reexamination” for consistency with § 1.321 and to clarify that 
double patenting is a proper consideration in reexamination 
(Ex parte Obiaya, 227 USPQ 58, 60-61 (Bd. Pat. App. & Inter. 
1985)), and that a judicially created double patenting rejection 
in a patent under reexamination may be obviated by filing a 
terminal disclaimer in accordance with § 1.321(c). 


New § 1.130(b) specifically provides that where an applica- 
tion or a patent under reexamination claims an invention which 
is not patentably distinct from an invention claimed in a com- 
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monly owned patent with the same or a different inventive 
entity, a double patenting rejection will be made in the applica- 
tion or a patent under reexamination, and that a judicially 
created double patenting rejection may be obviated by filing 
a terminal disclaimer in accordance with § 1.321(c). 


Section 1.131 is amended to change “U.S. patent to another” 
to “U.S. patent to another or others” to parallel the language 
in 35 U.S.C. 102(a), as well as 35 U.S.C. 102(e). 


Section 1.132 is amended to change “domestic patent” to 
“U.S. patent,” and “does not claim the invention” to “does not 
claim the same patentable invention, as defined in § 1.601(n)” 
for consistency with § 1.131. 


Section 1.154 is amended to provide that the elements of a 
design application, if applicable, should appear in the following 
order: (1) Design Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) preamble, stating name of the applicant and 
title of the design; (4) cross-reference to related applications; 
(5) statement regarding federally sponsored research or devel- 
opment; (6) description of the figure or figures of the drawing; 
(7) feature description; (8) a single claim; (9) drawings or 
photographs; and (10) executed oath or declaration. The phrase 
“(t]he following order of arrangement should be observed in 
framing design specifications” is changed to “[t]he elements 
of the design application, if applicable, should appear in the 
following order” to clarify that § 1.154 does not per se require 
that an application include all of the listed elements, but merely 
provides that any listed element included in the application 
should appear in the order set forth in § 1.154. This amendment 
to § 1.154, however, does not modify the current requirement 
that an application for a design patent have but a single claim. 


A new § 1.163(c) is added to provide that the elements of 
a plant application, if applicable, should appear in the following 
order: (1) Plant Application Transmittal Form; (2) Fee Trans- 
mittal Form; (3) title of the invention; (4) cross-reference to 
related applications; (5) statement regarding federally spon- 
sored research or development; (6) background of the invention; 
(7) brief summary of the invention; (8) brief description of the 
drawing; (9) detailed botanical description; (10) a single claim; 
(11) abstract of the disclosure; (12) drawings (in duplicate); 
(13) executed oath or declaration; and (14) Plant Color Coding 
Sheet. The phrase “if applicable” is included in the heading, 
rather than associated with any particular listed element, to 
clarify that § 1.163 does not per se require that an application 
include all of the listed elements, but merely provides that any 
listed element included in the application should appear in the 
order set forth in § 1.163. This amendment to § 1.163, however, 
does not modify the current requirement that an application 
for a plant patent have but a single claim. 


A new § 1.163(d) is added to define a plant color coding 
sheet. A plant color coding sheet is a sheet that specifies a 
color coding system as designated in a color dictionary, and 
lists every plant structure to which color is a distinguishing 
feature and the corresponding color code which best represents 
that plant structure. The plant color coding sheet will provide 
a means for applicants to uniformly convey detailed color char- 
acteristics of the plant. Providing this information in a system- 
atic manner will facilitate the examination of the application. 


Section 1.291 is amended to provide that a protest must be 
filed prior to the mailing of a Notice of Allowance to be 
considered timely. As a protest cannot be considered subsequent 
to issuance of the application as a patent, § 1.291(b) is amended 
to provide that the protest will be considered if the application 
is still pending when the protest and application file are provided 
to the examiner (i.e., that the application was pending at the 
time the protest was filed would be immaterial to its ultimate 
consideration). Finally, the sentences “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
application will be disposed of and will not be considered by 
the Office” in § 1.291 are changed to “[p]rotests raising fraud 
or other inequitable conduct issues will be entered in the appli- 
cation file, generally without comment on those issues” and 
“[p]rotests which do not adequately identify a pending patent 
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application will be returned to the protestor and will not be 
further considered by the Office,” respectively, and are located 
in paragraph (b). The Office will acknowledge protests prior 
to their entry into the application file or return to the protestor, 
as appropriate. 


Section 1.292 is amended to delete the phrase “is filed by 
one having information of the pendency of an application” as 
unnecessary, and would move the requirement for the fee set 
forth in § 1.17(j) from paragraph (a) to paragraph (b) where 
the conditions for entry of a petition for the institution of public 
use proceedings are set forth. Section 1.292 is amended to 
further require that any petition be served on the applicant in 
accordance with § 1.248, or be filed with the Office in duplicate 
in the event that service on the applicant is not possible. Finally, 
§ 1.292 is amended to provide that a petition to institute public 
use proceedings to be considered timely must be filed prior to 
the mailing of a Notice of Allowance. 


Section 1.315 is amended to change “the attorney or agent 
of record, if there be one; or if the attorney or agent so request, 
to the patentee or assignee of an interest therein; or, if there 
be no attorney or agent, to the patentee or to the assignee of 
the entire interest, if he so request“ to “the correspondence 
address of record. See § 1.33(a).” This change is to simplify 
§ 1.315, and because patents are currently mailed to the patentee 
at the correspondence address of record. 


Section 1.321(c) is amended to change "double patenting 
rejection” to “judicially created double patenting rejection” for 
consistency with § 1.78(c) and to clarify that the filing of a 
terminal disclaimer is ineffective to overcome a statutory double 
patenting rejection. 


Section 1.497(a) is amended to provide that an applicant in 
an international application must file an oath or declaration 
that: (1) is executed in accordance with either §§ 1.66 or 1.68, 
(2) identifies the specification to which it is directed, (3) identi- 
fies each inventor and the country of citizenship of each 
inventor, and (4) states that the person making the oath or 
declaration believes the named inventor or inventors to be the 
original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought, rather than 
an oath or declaration in accordance with § 1.63, to enter the 
national stage pursuant to §§ 1.494 or 1.495. Currently, the 
failure to file an oath or declaration in strict compliance with 
§ 1.63 results in non-compliance with § 1.497, and thus 35 
U.S.C. 371, which in turn delays the entry of the international 
application into the national stage. To expedite the entry of 
international applications into the national stage, § 1.497(a) is 
amended to require only an oath or declaration that is properly 
executed, identifies the specification to which it is directed, 
and, as required by 35 U.S.C. 115, identifies each inventor and 
the country of citizenship of each inventor and states that the 
person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or 
inventors of the subject matter which is claimed and for which 
a patent is sought. 


Section 1.497(b) is subdivided into paragraphs (b)(1) and 
(b)(2). Section 1.497(b)(1) is amended to provide that the oath 
or declaration must be made by all of the actual inventors except 
as provided for in §§ 1.42, 1.43 or 1.47. Section 1.497(b)(2) is 
amended to change “[i]f the international application was made 
as provided in §§ 1.422, 1.423 or 1.425, the applicant shall state 
his or her relationship to the inventor and, upon information and 
belief, the facts which the inventor is required by § 1.63 to 
state” to “[i]f the person making the oath or declaration is not 
the inventor, the oath or declaration shall state the relationship 
of the person to the inventor, the facts required by §§ 1.42, 
1.43 or 1.47, and, upon information and belief, the facts which 
the inventor would have been required to state.” 


Section 1.497(c) is added to provide that the oath or declara- 
tion must comply with the requirements of § 1.63. Section 
1.497(c) further provides that in instances where the oath or 
declaration does not comply with § 1.63, but meets the require- 
ments of § 1.497(a) and (b), the oath or declaration will be 
accepted as complying with 35 U.S.C. 371(c)(4) and §§ 1.494(c) 
or 1.495(c), thus permitting the application to enter the national 
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stage and the assignment of dates under 35 U.S.C. 102(e) and 
371(c). A supplemental oath or declaration in compliance with 
§ 1.63, however, will be required in accordance with § 1.67. 


Response to Comments 


Two hundred and forty-two written comments were received 
in response to the Notice of Proposed Rulemaking. A public 
hearing was held on September 19, 1995. Eight persons testified 
at the public hearing. 


The written comments, and the testimony at the public 
hearing, have been analyzed. In the event that H.R. 1733 is 
enacted, the comments directed to the proposed changes to the 
rules of practice to implement the 18-month publication of 
patent applications will be considered and addressed in the final 
rule package to implement 18-month publication. Responses to 
Me comments germane to the changes in this final rule package 

ollow. 


Comment (1): One comment suggested that, in the absence 
of an 18-month publication system, the proposed rules relating 
to application format and standardization of applications be 
republished to give the public an opportunity to comment on 
the desirability of these changes in the absence of an 18-month 
publication system. 


Response: The Notice of Proposed Rulemaking specifically 
stated that the proposed rules relating to application format and 
standardization of applications may be adopted as final rules 
even in the absence of an 18-month publication system, and 
specifically advised interested members of the public to com- 
ment on the advisability of the proposed rules relating to appli- 
cation format and standardization of applications, regardless 
of the legislative action on H.R. 1733. Thus, the public was 
given an opportunity to comment on the desirability of these 
changes in the absence of an 18-month publication system. 
Because the standardization of applications is generally favored 
and will substantially improve the Office’s ability to efficiently 
and effectively process applications, delaying their adoption as 
final rules is not justified. 


Comment (2): One comment stated that the Office has the 
authority to require that applications be submitted in computer- 
readable form, and in fact requires sequence listings to be 
submitted in such form. The comment suggested that the cost 
of electronically scanning application papers, as well as errors 
in scanning the application papers, can be avoided by requiring 
applicants to provide the specification in computer-readable 
form. Another comment stated that the Office has the authority 
to permit electronic filing, and electronic filing should be per- 
mitted. Several other comments indicated that scanning an 
application into a data base, rather than permitting applicants 
to provide a copy of the application on an electronic medium, 
is more costly, and is further more likely to introduce errors that 
could render text searching unreliable. And, several comments 
suggested that the scanning and typesetting costs associated 
with the current publication process for issued patents could 
be reduced by the acceptance of electronic media in place of 
or in addition to the paper medium currently provided for in 
the rules of practice. These comments further suggested that 
the Office should establish fees that reflect the reduced cost 
to the Office when a copy of an application is provided on an 
electronic medium (i.e., should establish reduced fees for those 
who submit a copy of their application on an electronic 
medium), which fee structure would provide an incentive to 
supply a copy of an application on an electronic medium. 


Response: As discussed in the Notice of Proposed Rulemaking, 
while the Office is considering the legislative and regulatory 
changes that would be necessary to permit purely electronic 
filing of application papers, it does not currently have in place 
an automated system for the acceptance and processing of 
application papers in electronic form, other than for sequence 
listings. Moreover, the Office does not currently have the statu- 
tory authority to rebate statutory patent filing fees to reflect 
any reduced cost to the Office due to the submission of a copy 
of an application on an electronic medium. The Office will 
give the comments further consideration as it designs and 
develops the Patent Application Management (PAM) system. 
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Comment (3): Several comments noted that §§ 1.52(a) and 
(b) impose a standard on applicants not currently observed by 
the Office, and questioned whether papers in the application 
file prepared by the Office will comply with §§ 1.52(a) and 
(b). 


Response: Sections 1.52(a) and (b) apply to the application 
papers, and amendments or corrections thereto. As such, §§ 
1.52(a) and (b) do not apply to those papers in the application 
file prepared by the Office, since they do not become part of 
the printed patent. 


Comment (4): One comment noted that proposed § 1.52 
appears to be neutral with regard to numbering the lines (e.g., 
a line number every five lines) of the specification, and sug- 
gested that line numbering is a beneficial practice which should 
be permitted, and even encouraged. 


Response: Section 1.52 neither requires nor prohibits line num- 
bering. Applicants are encouraged, but not required, to number 
the lines of the specification. The Office will give the suggestion 
further study and consideration in future rulemaking. 


Comment (5): One comment noted that when paragraphs are 
separated by a blank line only (i.e., no indentation) and end 
between pages, it is not possible to tell that a paragraph break 
occurred. The comment suggested that the application format 
requirements should additionally require an indentation at the 
beginning of each new paragraph. 


Response: It is desirable that a specification include an indenta- 
tion at the beginning of a new paragraph. This requirement, 
however, was not proposed for comment in the Notice of Pro- 
posed Rulemaking. In addition, PCT Rule 11 does not require 
that the beginning of each new paragraph in the specification 
be indented. 


Comment (6): One comment noted that § 1.52(a) would 
prohibit handwriting or hand-printing on papers which are to 
become permanent Office records. The comment questioned 
whether this requirement would also apply to papers issued in 
the Office. The comment suggested revising Office practice to 
prohibit an examiner from handwriting comments on official 
papers (e.g., advisory actions or interview summary records) 
because: (1) the handwriting is not always decipherable, and 
(2) the handwriting as it comes through on the carbon copies 
furnished to applicants is frequently too light at least in part 
to be decipherable. 


Response: The Office’s goal is to create a readable administra- 
tive record of the prosecution of every application. The Office is 
currently designing, testing and implementing electronic forms 
and Office action writing software to avoid or minimize the 
need for hand-writing/printing in Office communications. Any 
applicant receiving an Office communication in which the hand- 
writing is not decipherable, or does not adequately appear on 
the carbon copies to be decipherable, should request a legible 
copy of such communication from the Office. 


Comment (7): Several comments noted that the limitations 
in §§ 1.52(a) and (b) regarding “typed” and “ink” appear to 
exclude computer and laser printers, as well as commercially or 
mechanically printed papers such as declaration forms. Another 
comment noted that the limitations in §§ 1.52(a) and (b) 
regarding “typed” and “ink” are more restrictive than PCT Rule 
11.9(a) and (d). 


Response: The phrase “printed” was proposed to be deleted 
since it could be read to mean that hand-printing is acceptable. 
Section 1.52(a) will require, in part, that “[a]ll papers which 
are to become a part of the permanent records of the Patent 
and Trademark Office must be legibly written either by a type- 
writer or mechanical printer in permanent dark ink or its equiva- 
lent in portrait orientation on flexible, strong, smooth, non- 
shiny, durable, and white paper.” This will clarify that papers 
printed by a computer-operated laser, or any mechanical printer 
are acceptable, but that hand-printed papers are not. This change 
will also avoid inconsistencies with the requirements of PCT 
Rule 11.9. 
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Comment (8): One comment noted that the proposed changes 
to § 1.52(a) did not include any limitations regarding permis- 
sible type fonts. The comment questioned, since the purpose 
of the proposed rule change was to permit optical character 
recognition (OCR) scanning of the application papers, whether 
script fonts would be permissible. 


Response: Section 1.52(a) does not include any express prohi- 
bition against the use of script fonts. Nevertheless, § 1.52(a) 
requires that “the application papers must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit . . . electronic reproduction 
by use of digital imaging and optical character recognition.” 
Any application papers, including application papers containing 
a script font, that are not in a form having sufficient clarity 
and contrast between the paper and the writing thereon to permit 
electronic reproduction by use of digital imaging and optical 
character recognition will be objected to as not in compliance 
with § 1.52(a). Therefore, the Office cautions applicants not 
to submit application papers having script fonts. 


Comment (9): One comment noted that § 1.52(b) would 
require that all papers (including drawings per proposed § 1.84) 
be limited to either DIN size A4 or 8 1/2 by 11 inches, which 
would eliminate the currently allowed paper sizes of 8 1/2 by 
13 or 14 inches. The comment questioned whether this would 
also apply to the official papers issued by the Office, noting 
that the Office currently issues papers having a paper size mix 
of 8 1/2 by 11, 13, and 14 inches, which presents problems 
for applicants. The comment suggested that the Office should 
not issue papers of a size not permitted in § 1.52. 


Response: The Office is currently in the process of standard- 
izing to either 21.0 cm. by 29.7 cm. (DIN size A4) or 21.6 
cm. by 27.9 cm. (8 1/2 by 11 inches). 


Comment (10): One comment suggested that the Office should 
not issue papers with writing on the back side in accordance 
with § 1.52(b). 


Response: The Office currently includes informational lan- 
guage on the back side of certain forms. The alternatives to 
issuing such forms with writing on the back side are: (1) not 
providing this information to applicants, (2) reducing the print 
size to permit all of the information to be located on the front 
of the form, or (3) routinely providing multiple page forms. 
Since none of the alternatives are preferable to simply including 
informational language on the back side of certain forms, the 
Office will continue to include information language on the 
back of papers issued by the Office, until it fully transforms 
all of its forms to electronically generated forms. 


Comment (11): One comment questioned whether the phrase 
“claims on a separate sheet” in § 1.52(b) means that: (1) all 
of the claims must appear on a single separate sheet, (2) each 
claim must appear on a separate sheet, or (3) the claims (claim 
1) must begin or commence on a separate sheet. The comment 
suggested the PCT wording that the claims shall commence 
on a separate sheet if the rule is intended to require that the 
claims (claim 1) must begin or commence on a separate sheet. 


Response: The phrase has been changed to “the claim or claims 
commencing on a separate sheet” to clarify that the claims 
must begin or commence on a separate sheet to parallel] PCT 
requirements. Thus, §§ 1.52(b) and 1.75(h) require that the 
claims (claim 1) must begin or commence on a separate sheet. 
Sections 1.52(b) and 1.75(h) do not require that all of the claims 
be set forth on a single sheet, or that each claim be set forth 
on a separate sheet. 


Comment (12): One comment questioned whether the phrase 
“abstract and claims on a separate sheet” in § 1.52(b) means 
that the abstract is to be on one separate sheet, and the claims 
are to be (or commence) on another separate sheet. 


Response:The phrase has been changed to “the claim or claims 
commencing on a separate sheet and abstract commencing on 
a separate sheet” to clarify that the claims must commence on 
one separate sheet and the abstract must commence on another 
separate sheet. 
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Comment (13): One comment noted that the requirement in 
§ 1.52(b), as proposed, will require that the lines in the oath 
or declaration, as well as quotations from the rules, the MPEP, 
and court decisions in subsequently filed amendments, be 1 1/ 
2 or double spaced, and is inconsistent with the forms included 
for comment with the Notice of Proposed Rulemaking. 


Response: Section 1.52(b) has been changed to require, inter 
alia, that “[t]he lines of the specification, and any amendments 
to the specification, must be 1 1/2 or double spaced.” The 
requirement for | 1/2 or double spacing will not apply to oaths 
or declarations, pre-printed forms, or all of the statements in 
the “Remarks” section of an amendment. Applicants are never- 
theless requested to submit papers with lines 1 1/2 or double 
spaced, except in standardized forms or where single-spacing 
may be stylistically necessary (e.g., block quotations). 


Comment (14): One comment questioned whether the require- 
ment in § 1.52(b), as proposed, that papers have lines 1 1/2 
or double spaced will apply to Office actions. The comment 
suggested that not placing block quotations from the statutes 
and regulations in single spacing will decrease the readability 
of Office actions. 


Response: As discussed supra, §§ 1.52(a) and (b) are designed 
to facilitate patent printing and do not apply to Office actions. 
Section 1.52(b) has been changed to require, inter alia, that 
“[t]he lines of the specification, and any amendments to the 
specification, must be | 1/2 or double spaced.” Therefore, the 
requirement for 1 1/2 or double spaced lines will not apply to 
Office actions. 


Comment (15): Several comments objected to the requirement 
that tables be in portrait orientation as inconsistent with PCT 
rules, and as causing tables to be split over multiple pages. 


Response: The suggestions are adopted. Section 1.58 will state 
that “[c]hemical and mathematical formulae and tables must 
be presented in compliance with §§ 1.52(a) and (b), except 
that chemical and mathematical formulae or tables may be 
placed in a landscape orientation if they cannot be presented 
satisfactorily in a portrait orientation,“ rather than “[t]o facilitate 
camera copying when printing, the width of formulae and tables 
as presented should be limited normally to 12.7 cm. (5 inches) 
so that it may appear as a single column in the printed patent.” 


Comment (16): One comment stated that § 1.72 is contrary 
to PCT Rule 11.4(a), and will require renumbering of the appli- 
cation pages for later filing of that application in the European 
Patent Office (EPO) or under the PCT. 


Response: Section 1.72, as proposed in the Notice of Proposed 
Rulemaking, provided that the abstract be “preferably prior to 
the first page of the specification,’ and, as such, merely 
expressed the Office’s preference for the location of the abstract 
as prior to the first page of the specification. Nevertheless, 
to avoid the undesirable result of requiring an applicant who 
submitted an application in the format set forth in § 1.77 to 
renumber the specification pages for filing that application in 
the EPO or under the PCT, § 1.72 is changed to state that the 
preferable location of the abstract is following the claims. 


Comment (17): One comment stated that requiring that the 
rarely used section headings (e. g., statement regarding federally 
sponsored research and development) be followed by the phrase 
“not-applicable” is confusing. 


Response: Section 1.77 is permissive rather than mandatory. 
As such, any applicant finding the format suggested therein to 
be confusing is at liberty to simply include those section head- 
ings applicable to the particular application. The use of each 
section heading, even when the section is “not-applicable,” is 
desirable in that it apprises the Office that the section at issue 
has been considered and deemed inapplicable. Simply not pro- 
viding a section heading is ambiguous as to whether the appli- 
cant considers the section inapplicable or has not considered 
whether the section is applicable to the application. In addition, 
the use of such section headings will be of greater benefit when 
the Office implements procedures to permit the electronic filing 
of patent applications. 
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Comment (18): One comment stated that the requirements 
set forth in § 1.77 are in addition to those required by the PCT. 
The comment argued that the Office cannot require international 
applications entering the national stage under 35 U.S.C. 371 
to comply with these requirements. 


Response: As discussed supra, § 1.77 merely expresses the 
Office’s preference for the arrangement of the application ele- 
ments. The Office may advise an applicant that the application 
does not comply with the format set forth in § 1.77, and suggest 
this format for the applicant’s consideration; however, the 
Office will not require any application to comply with the 
format set forth in § 1.77. Therefore, there is no conflict between 
§ 1.77 and the PCT. 


Comment (19): One comment noted that §§ 1.154 and 1.163 
apply to design and plant applications, and, as such, they are 
not in conflict with PCT Rules. The comment suggested that it 
would, however, be preferable that all types of U.S. applications 
maintain the same order of application elements, and that this 
order be the order set forth by the PCT Rules. 


Response: As discussed supra, the arrangement of the elements 
of an application set forth in § 1.77 is not mandatory, and, as 
such, § 1.77 is not in conflict with the PCT or PCT Rules. 
Section 1.77 merely expresses the Office’s preference for the 
arrangement of the elements of an application. The Office’s 
preference for the format of design applications (§ 1.154) and 
plant applications (§ 1.163) is the same as the Office’s prefer- 
ence for utility applications (§ 1.77). 


Comment (20): One comment stated that in the absence of 
statutory requirements for the application elements proposed 
in §§ 1.77, 1.154, and 1.163, the rule should clearly state that 
these application elements or arrangements are preferred but 
not mandatory. 


Response: Sections 1.77, 1.154, and 1.163 employ the phrase 
“should” rather than “must,” which is the language of a preca- 
tory statement. Therefore, §§ 1.77, 1.154, and 1.163 currently 
state that these application elements or arrangements are pre- 
ferred, but are not mandatory. 


Comment (21): One comment questioned whether the Appli- 
cation Transmittal Form, and Fee Transmittal Form set forth 
in § 1.77 should be numbered pages | and 2 pursuant to § 
1.52, and further questioned where the drawings and oath or 
declaration are to be numbered. 


Response: Section 1.52 has been changed to provide that the 
pages of the specification, not the application, should be consec- 
utively numbered beginning with page 1. The Application 
Transmittal Form, and Fee Transmittal Form set forth in § 1.77 
are not part of the specification. As such, they should not be 
numbered as pages | and 2, respectively. Likewise, the draw- 
ings and oath or declaration are not part of the specification, 
and need not be numbered. 


Comment (22): One comment stated that the failure to include 
the phrase “not applicable” by all of the application elements 
not required by statute or regulation rendered it unclear as to 
whether the Office would object to the lack of an application 
element for which the phrase “not applicable” is not included. 


Response: The Office anticipates that an applicant choosing 
to use the Transmittal forms provided by the Office will arrange 
his or her application in the format suggested by the Office. 
The patent statutes and regulations set forth the requirements 
for a complete application, as well as the requirements for 
obtaining a filing date in an application. Applications are exam- 
ined for compliance with the patent statutes and regulations, 
not for consistency with any particular transmittal form. 


Comment (23): One comment noted, in regard to § 1.84(c), 
that the drawings of an international application, which are 
often used for processing in the Office, will have the World 
Organization (WO) publication number and International 
Bureau (IB) publication date on the top of the drawing. 
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Response: The WO publication number and IB publication 
date placed on the top of the drawing of an international applica- 
tion is not objectionable under § 1.84(c). 


Comment (24): One comment stated that the scan target points 
conflict with PCT Rule 11.6(e). As such, the scan target points 
would have to be removed from applications to be filed as an 
international application. The comment further stated that these 
target points are unnecessary in view of the paper size and 
margin requirements. 


Response: Section 1.84(g) states that drawings “should,” and 
not “must,” have scan target points printed on two catercorner 
margin corners. Thus, § 1.84(g) merely expresses the Office’s 
preference for scan target points on the drawings for filming 
and printing purposes, which are considered desirable due to 
the different sights on 21.0 cm. by 29.7 cm. (DIN size A4) 
and 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch) drawing sheets. 
An applicant wishing to provide scan target points on drawings 
that will later be filed in the EPO may simply copy the drawings 
to be filed in the EPO, place the scan target points only on the 
Office copy of the drawings, and submit the copy of the draw- 
ings containing the scan target points to the Office. Likewise, 
applicants filing drawings that were previously filed in the EPO 
should simply add scan target points only to the copy of the 
drawings to be filed in the Office. Nevertheless, as § 1.84(g) 
merely expresses a preference for scan target points for Office 
filming and printing purposes, an applicant intending to later 
file the application in the EPO, or any applicant, is at liberty 
to not include such scan target points on the drawings. The 
Office will not object to the absence of scan target points on 
any drawings filed in the Office. Therefore, § 1.84(g) does not 
include a requirement in excess of, or inconsistent, with PCT 
Rules. 


Comment (25): One comment stated that the term “cater- 
comer” is slang, and suggested that it be replaced in § 1.84(g) 
with a phrase such as “diagonally opposite.” 


Response: The term “catercorner” is not slang. While there 
are a number of acceptable English phrases to denote diagonally 
opposite, the term “catercorner” was selected to avoid using a 
multiple word phrase where a single word will suffice. 


Comment (26): One comment stated that the language pro- 
posed to be added to § 1.97 regarding a reexamination or patent 
owner is inconsistent with § 1.533 and suggested that it be 
deleted. 


Response: The suggestion is adopted. 


Comment (27): One comment stated that § 1.131 does not 
specify whether the phrase “application” includes provisional 
applications. The comment suggested that § 1.131 be amended 
to state “unless the date of such patent or publication is more 
than one year prior to the earliest date on which the inventor’s 
or patent owner’s application or provisional application from 
which that application claims priority therefrom was filed in 
this country.” 


Response: The proposed change to § 1.131 is not adopted. It 
is well established that the filing date of any abandoned applica- 
tion co-pending with and referred to in a patent is the effective 
date of the patent with respect to the common subject matter 
disclosed in the patent and abandoned application. See In re 
Switzer, 166 F.2d 827, 77 USPQ 156 (CCPA 1948). Section 
1.131 does not make a specific reference to nonprovisional 
applications for which a benefit is claimed under 35 U.S.C. 
120; however, it is understood that the effective date of any 
patent sought to be antedated pursuant to § 1.131 is the earliest 
filing date of any application to which the patent is entitled to 
under 35 U.S.C. 120 with respect to the common subject matter 
disclosed in the patent and the application. The provisions of 
title 35, except for 35 U.S.C. 115, 131, 135 and 157, apply to 
provisional applications. 35 U.S.C. 111(b)(8). It is therefore 
likewise unnecessary to specifically reference provisional 
applications in § 1.131. 


Comment (28): Several comments objected to §§ 1.291 and 
1.292 as pre-grant opposition, especially in view of the pre- 
grant publication of pending applications that would be pro- 
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vided for in H.R. 1733, if enacted, and the expanded reexamina- 
tion that would be provided for in H.R. 1732, if enacted. The 
comments either suggested that the protest and public use pro- 
ceeding provisions of §§ 1.291 and 1.292 be severely limited 
or abolished. 


Response: The changes to §§ 1.291 and 1.292 place greater 
obligations on third parties seeking to use these sections. As 
such, this rule change does not add to any third party’s ability 
to participate in the prosecution of a pending application. Never- 
theless, as neither H.R. 1732 nor H.R. 1733 has presently been 
enacted, analysis of whether modification of §§ 1.291 and 
1.292 in addition to that proposed in the Notice of Proposed 
Rulemaking is desirable in a pre-grant publication or expanded 
reexamination system is held in abeyance pending enactment 
of H.R. 1733 or 1732. 


Comment (29): One comment noted that any standardization 
of patent applications should not include pre-printed forms 
taking eleven hours to complete. The comment further sug- 
gested that word-processor versions of any collection of infor- 
mation, rather than pre-printed forms, would be of greater 
assistance to members of the public. 


Response: Initially, the Notice of Proposed Rulemaking indi- 
cated that the initial patent application (e.g., the specification, 
drawings, as well as the standard forms), not merely the pro- 
posed standardized forms, is a collection of information esti- 
mated to average eleven hours to complete. The Notice of 
Proposed Rulemaking stated that the public reporting burden 
for these collections of information is estimated to average: 
(1) twelve minutes per response for the Fee Transmittal form, 
(2) twelve minutes per response for the Utility Patent Applica- 
tion Transmittal form, (3) twelve minutes per response for the 
Design Patent Application Transmittal form, (4) twelve minutes 
per response for the Plant Patent Application Transmittal form, 
(5) twelve minutes per response for the Plant Color Coding 
Sheet, (6) twenty-four minutes per response for the Declaration 
form, and (7) twenty-four minutes per response for the Plant 
Patent Application Declaration. Nevertheless, the final rules 
do not require the use of any standardized form. The Office 
publishes standardized forms only as an aid to practitioners 
and applicants. 


Comment (30): One comment questioned whether use of the 
standardized versions of the various forms would be required. 
Another comment stated that the Office has no authority to 
require the use of the published forms in the absence of statutory 
authority. 


Response: Use of the forms included for comment with the 
Notice of Proposed Rulemaking is not mandatory. That is, an 
applicant need not use the standardized versions of the Fee 
Transmittal form, Utility Patent Application Transmittal form, 
Design Patent Application Transmittal form, Plant Patent 
Application Transmittal form, Plant Color Coding Sheet, Decla- 
ration form and Plant Patent Application Declaration form, and 
need not use any fee transmittal form, application transmittal 
form, or plant color coding sheet. These forms were created 
to assist applicants in filing a patent application and to help 
ensure the filing of a complete application accompanied by the 
appropriate fees, thereby avoiding unnecessary delays in the 
examination of the application. 


Comment (31): One comment stated that the Office should 
not require the use of mandated forms, and if the Office requires 
the use of mandated forms, the Office should revise the forms 
to render them readily reproducible by conventional software, 
and should arrange for versions of these forms in various for- 
mats to be distributed by the Internet, bulletin board, or floppy 
disk. Another comment suggested that the Office should make 
its form or templates available for electronic copying. 


Response: Copies of the standard forms provided by the Office 
may be obtained by contacting the Customer Service Center 
of the Office of Initial Patent Examination at (703) 308-1214. 
Also, many standardized forms have been loaded on the 
Office’s Internet Website and may be electronically copied 
via the Internet through anonymous file transfer protocol (ftp) 
(address: ftp.uspto.gov). Nevertheless, use of the forms 
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included for comment with the Notice of Proposed Rulemaking 
is not mandatory. 


Comment (32): One comment questioned why there is a box 
with an instruction to type a plus sign in the box at the very 
top of the standardized forms. 


Response: As discussed supra, the Office plans to replace or 
augment the current microfilming process with an electronic 
data base which captures at least the technical content of the 
application-as-filed for internal Office use. Typing a plus sign 
(+) into this box will facilitate the image scanner in aligning 
the remaining typing on the form during the scanning process. 


Comment (33): One comment questioned: (1) why the applica- 
tion transmittal forms do not have a place for applicant to 
indicate the type of new utility application being transmitted 
(e.g., a provisional, original, continuation, division, continua- 
tion-in-part, reissue), and (2) how the Office official will obtain 
this information for entry in the official use “application type” 
box. 


Response: The Utility Patent Application Transmittal form sets 
forth instructions for filing utility applications under § 1.53 in 
the arrangement set forth in § 1.77. All non-reissue, nonprovi- 
sional utility applications (i.e., original, continuation, divi- 
sional, and continuation-in-part applications) filed under § 1.53 
should be submitted using the Utility Patent Application Trans- 
mittal form. The Design Patent Application Transmittal form 
sets forth instructions for filing design applications in the 
arrangement set forth in § 1.154. All non-reissue design applica- 
tions should be submitted using the Design Patent Application 
Transmittal form. The Plant Patent Application Transmittal 
form sets forth instructions for filing plant applications in the 
arrangement set forth in § 1.163. All non-reissue, nonprovi- 
sional plant applications should be submitted using the Plant 
Patent Application Transmittal form. 


A Reissue Patent Application Transmittal form is also avail- 
able, and all applications for the reissue of a patent should be 
submitted using the Reissue Patent Application Transmittal 
form. The cover sheet provided for in § 1.53(b)(2)(i) for a 
provisional application functions as a transmittal sheet for a 
provisional application. As such, the standardized Provisional 
Application Cover Sheet is the transmittal form for a provisional 
application. The provisional application cover sheet was pub- 
lished in the rulemaking entitled “Changes to Implement 20- 
Year Patent Term and Provisional Applications,” in the Federal 
Register at 60 FR 20230-31 (April 25, 1995), and in the Patent 
and Trademark Office Official Gazette at 1174 Off: Gaz. Pat 
Office 45-46 (May 2, 1995). 


To provide a place on the Application Transmittal form for 
claims under 35 U.S.C. 119, 120, or 121 would require the use 
of an unacceptably smaller font on the Application Transmittal 
form. The Declaration forms provide a place for stating claims 
under 35 U.S.C. 119, 120 or 121. The inclusion on filing of 
an executed or unexecuted Declaration form containing this 
information would assist the Office in ascertaining whether the 
application is an original, continuation, divisional, or continua- 
tion-in-part application. In addition, in the event that H.R. 
1733 is enacted, and the proposed changes to §§ 1.55(a) and 
1.78(a)(2) are adopted substantially as proposed, the routine 
inclusion of claims for priority under 35 U.S.C. 119, 120, or 
121 in an executed or unexecuted declaration form accompa- 
nying the application papers would be an excellent mechanism 
for avoiding an inadvertent failure to timely submit a claim 
for priority under 35 U.S.C. 119, 120, or 121. 


Comment (34): One comment noted that the heading “DEC- 
LARATION” does not state the types of applications with 
which the declaration form could be used. The comment ques- 
tioned whether it is intended to be used with any type of 
nonprovisional application except plant applications for which 
a separate form is proposed. 


Response: The declaration form containing the heading “DEC- 
LARATION?” is intended to be used with any type of nonprovi- 
sional application except plant applications, for which a 
separate Plant Declaration form is provided. 
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Comment (35): One comment suggested that in the foreign 
priority claim section of the Declaration form, the last line, the 
phrase “having a filing date before that of the application on 
which priority is claimed” should be changed to “for which 
priority is not claimed,” to cover those foreign applications 
which have a filing date after that of the application on which 
priority is claimed and the benefit of which applicant does not 
want to claim. The comment also indicated that, frequently, 
an application is filed after the Convention Year. 


Response: The suggestion is not adopted. Section 1.63(c) 
requires that an oath or declaration in any application in which 
a claim for priority is made pursuant to § 1.55 identify . . . 
“any foreign application having a filing date before that of the 
application on which priority is claimed, by specifying the 
application number, country, day, month, and year of its filing.” 
Thus, the language in the Declaration form aids applicants in 
submitting a declaration in compliance with § 1.63(c). Any 
foreign application having a filing date before that of the appli- 
cation on which priority is claimed is, by definition, a foreign 
application for which priority is not claimed. 


Comment (36): One comment suggested that in the foreign 
priority claim section, the right hand columns, the heading 
should be corrected to “Certified Copy Attached” since the 
Office does not routinely want uncertified copies. 


Response: The suggestion is adopted. The Declaration form 
has been modified accordingly. 


Comment (37): One comment noted that the Fee Calculation 
and Application Transmittal are currently on a single sheet/ 
form, where the proposed forms provide a separate sheet/form 
for each. The comment also noted that the current Declaration 
form is a single sheet, where the proposed Declaration form 
contains multiple sheets. 


Response: The Office currently receives application transmit- 
tals, fee calculations/transmittals and declarations in a variety 
of forms and in a multitude of formats. The proposed forms 
were developed as a result of an analysis of the current practices 
and requirements of applicants, as well as the Office’s plans 
to scan application data from these forms into an electronic data 
base. The Fee Transmittal form was created to aid applicants in 
submitting the fees due on filing a new patent application, as 
well as the fees that may be due throughout the prosecution 
of the application. The Application Transmittal serves to both 
aid applicants in filing a complete application, and simplify 
the pre-examination processing of the application. To permit 
the inclusion of additional fee calculation and application trans- 
mittal information on the standardized forms, and to provide 
a Fee Transmittal form for use throughout the prosecution of 
the application, a separate Fee Transmittal form and Application 
Transmittal form were developed. A multi-page Declaration 
form is necessary to accommodate the Office’s plans to scan 
application data from this Declaration form into an electronic 
data base. 


Comment (38): One comment indicated that the meaning or 
purpose of “suffix” in the inventor signature block is unclear, 
and requested an explanation as to whether it refers to “Jr.” or 
“TI,” or whether it is a place to put the mother’s name for those 
inventors whose family name is followed by their mother’s 
name. 


Response: The field on the Declaration form labeled (inventor) 
“suffix” is intended to provide the applicant with an option to 
indicate family position relative to age. Examples of an inven- 
tor’s suffix are: Jr., Sr., and II. This information is tracked by 
the Office and is necessary to print patents which accurately 
reflect bibliographic information about the inventor. The use 
of this field and the data expected will be clarified and specified 
in the form instructions. 

Comment (39): One comment questioned the meaning or 


purpose of “Applicant Authority” in the last line of the inventor 
data block. 


Response: The phrase “Applicant Authority” indicates the 
authority that the applicant has in executing the application 
(e.g., inventor, executor (§ 1.42), assignee (§ 1.47(b)). This 
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field is an optional field for the applicant to complete. The 
electronic versions of the proposed standard declaration forms 
would provide the applicant with directions and a list of valid 
codes that correspond with a specific identification of the 
authority the applicant retains (e.g., the Authority Code for an 
executor will be “04”). 


Comment (40): One comment stated that due to the spacing 
and small fonts on the fee transmittal form, this sheet cannot 
be used with a conventional word processor. 


Response: To accommodate all the fee descriptions on a one- 
page fee transmittal it was necessary to use smaller fonts in 
the form’s design. These fonts are available in Word and Wor- 
dPerfect. An electronic version of the fee transmittal will be 
available from the Office soon. 


Comment (41): One comment stated that the “one form fits 
all” mentality of the fee transmittal form should be reconsidered 
since certain fees are submitted only once during the prose- 
cution of an application. 


Response: The proposed standard one-page fee form is pri- 
marily to facilitate and simplify the fee payment process. The 
one-page fee transmittal is intended to aid applicants in pro- 
viding complete fee information to the Office for each applica- 
tion and paper submission. This will enable the Office to more 
efficiently process and record fee payments, which will avoid 
delays in the prosecution of an application. 


Other Considerations 


This final rule change is in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995, 44 
U.S.C. 3501 et seq. It has been determined that this final rule 
is not significant for the purposes of Executive Order 12866. 


The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
this rule change will not have a significant economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The principal effect of this rule change 
is to simplify and clarify the rules governing the form of patent 
application papers. 


The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall any person be subject to a 
penalty for failure to comply with a collection of information 
subject to the requirements of the Paperwork Reduction Act 
unless that collection of information displays a currently valid 
OMB contro] number. 


This final rule package contains a collection of information 
subject to the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This collection of information is currently approved 
by the Office of Management and Budget under Control No. 
0651-0032. This collection of information includes the initial 
patent application filing, the Fee Transmittal form, the Utility 
Patent Application Transmittal form, the Design Patent Appli- 
cation Transmittal form, the Plant Patent Application Trans- 
mittal form, the Plant Color Coding Sheet, the Declaration 
form, and the Plant Patent Application Declaration form. The 
above-mentioned forms will reduce the burden and uncertainty 
associated with the submission of an application and related 
information, and enhance the Office’s ability to use standard- 
ized automation techniques (optical character recognition, efc.) 
to record and process information concerning applications. The 
public reporting burden for these collections of information 
is estimated to average: (1) ten hours per response for the 
specification and drawings of an application, (2) twelve minutes 
per response for the Fee Transmittal form, (3) twelve minutes 
per response for the Utility Patent Application Transmittal form, 
(4) twelve minutes per response for the Design Patent Applica- 
tion Transmittal form, (5) twelve minutes per response for the 
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Plant Patent Application Transmittal form, (6) twelve minutes 
per response for the Plant Color Coding Sheet, (7) twenty-four 
minutes per response for the Declaration form, and (8) twenty- 
four minutes per response for the Plant Patent Application 
Declaration. These estimates include the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collections of information. 


Send comments regarding this burden estimate or any other 
aspect of this collection of information, including suggestions 
for reducing this burden to the Office of System Quality and 
Enhancement, Data Administration Division, Patent and Trade- 
mark Office, Washington, D.C. 20231, and to the Office of 
Information and Regulatory Affairs, Office of Management 
and Budget, Washington, D.C. 20503 (ATTN: Paperwork 
Reduction Act Project 0651-0032). 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
amended as follows: 


PART 1 - Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR Part | continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.5 is amended by adding paragraph (f) to read 
as follows: 


§ 1.5 Identification of application, patent or registration. 


eR EE 


(f) When a paper concerns a provisional application, it should 
identify the application as such and include the application 
number. 


3. Section 1.12 is amended by revising paragraph (c) to read 
as follows: 


§ 1.12 Assignment records open to public inspection. 


ee REE 


(c) Any request by a member of the public seeking copies 
of any assignment records of any pending or abandoned patent 
application preserved in confidence under § 1.14, or any infor- 
mation with respect thereto, must: 

(1) Be in the form of a petition accompanied by the petition 
fee set forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public to the particular assignment records from the 
applicant or applicant’s assignee or attorney or agent of record. 


eee 


4. Section 1.14 is amended by revising the section heading 
and paragraphs (a), (b), and (e) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a)(1) Patent applications are generally preserved in confi- 
dence pursuant to 35 U.S.C. 122. No information will be given 
concerning the filing, pendency, or subject matter of any appli- 
cation for patent, and no access will be given to, or copies 
furnished of, any application or papers relating thereto, except 
as set forth below. 


(2) Status information, which includes information such as 
whether the application is pending, abandoned, or patented, as 
well as the application number and filing date, may be supplied: 


(i) Concerning an application or any application claiming 
the benefit of the filing date of the application, if the application 
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has been identified by application number or serial number and 
filing date in a published patent document, 


(ii) Concerning the national stage application or any applica- 
tion claiming the benefit of the filing date of a published interna- 
tional application, if the United States of America has been 
indicated as a Designated State in the international application, 
or 


(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office. 


(3) Access to, or copies of, an application may be provided: 


(i) When the application is open to the public as provided 
in § 1.11(b), 


(ii) When written authority in that application from the appli- 
cant, the assignee of the application, or the attorney or agent 
of record has been granted, 


(iii) When it has been determined by the Commissioner to 
be necessary for the proper conduct of business before the 
Office, or 


(iv) To any person on written request, without notice to the 
applicant, when the application is abandoned and available and 
is: 


(A) Referred to in a U.S. patent, 
(B) Referred to in an application open to public inspection, 


(C) An application which claims the benefit of the filing 
date of an application open to public inspection, or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


(b) Complete applications (§ 1.51(a)) which are abandoned 
may be destroyed and hence may not be available for access 
or copies as permitted by paragraph (a)(3)(iv) of this section 
after 20 years from their filing date, except those to which 
particular attention has been called and which have been marked 
for preservation. 


ee EEE 


(e) Any request by a member of the public seeking access 
to, or copies of, any pending or abandoned application preserved 
in confidence pursuant to paragraph (a) of this section, or any 
papers relating thereto, must: 

(1) Be in the form of a petition and be accompanied by the 
petition fee set forth in § 1.17(i); or 

(2) Include written authority granting access to the member 
of the public in that particular application from the applicant 
or the applicant’s assignee or attorney or agent of record. 


eee E 


5. Section 1.52 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph (d) of this 
section, or be accompanied by a verified translation of the 
application and a translation of any corrections or amendments 
into the English language. All papers which are to become a 
part of the permanent records of the Patent and Trademark 
Office must be legibly written either by a typewriter or mechan- 
ical printer in permanent dark ink or its equivalent in portrait 
orientation on flexible, strong, smooth, non-shiny, durable, and 
white paper. All of the application papers must be presented 
in a form having sufficient clarity and contrast between the 
paper and the writing thereon to permit the direct reproduction 
of readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging and optical 
character recognition. If the papers are not of the required 
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quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. See § 1.125 for filing 
substitute typewritten or mechanically printed papers consti- 
tuting a substitute specification when required by the Office. 


(b) Except for drawings, the application papers (specification, 
including claims, abstract, oath or declaration, and papers as 
provided for in §§1.42, 1.43, 1.47, etc.) and also papers subse- 
quently filed, must have each page plainly written on only one 
side of a sheet of paper, with the claim or claims commencing 
on a separate sheet and the abstract commencing on a separate 
sheet. See §§ 1.72(b) and 1.75(h). The sheets of paper must 
be the same size and either 21.0 cm. by 29.7 cm. (DIN size 
A4) or 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). Each sheet 
must include a top margin of at least 2.0 cm. (3/4 inch), a left 
side margin of at least 2.5 cm. (1 inch), a right side margin of 
at least 2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 
cm. (3/4 inch), and no holes should be made in the sheets as 
submitted. The lines of the specification, and any amendments 
to the specification, must be | 1/2 or double spaced. The pages 
of the specification including claims and abstract must be num- 
bered consecutively, starting with 1, the numbers being cen- 
trally located above or preferably, below, the text. See § 1.84 
for drawings. 


*e EK * 


6. Section 1.54 is amended by revising paragraph (b) to read 
as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


eR KE 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt. 

7. Section 1.58 is amended by removing and reserving para- 
graph (b) and revising the section heading and paragraph (c) 
to read as follows: 


§ 1.58 Chemical and mathematical formulae and tables. 


*e RK 


(b) [Reserved] 

(c) Chemical and mathematical formulae and tables must be 
presented in compliance with § 1.52(a) and (b), except that 
chemical and mathematical formulae or tables may be placed 
in a landscape orientation if they cannot be presented satisfacto- 
rily in a portrait orientation. Typewritten characters used in 
such formulae and tables must be chosen from a block (non- 
script) type font or lettering style having capital letters which 
are at least 0.21 cm. (0.08 inch) high (e.g., elite type). A space 
at least 0.64 cm. (1/4 inch) high should be provided between 
complex formulae and tables and the text. Tables should have 
the lines and columns of data closely spaced to conserve space, 
consistent with a high degree of legibility. 

8. Section 1.62 is amended by revising paragraphs (e) and 
(f) to read as follows: 


§ 1.62 File wrapper continuing procedure. 


ee EEE 


(e) An application filed under this section will utilize the 
file wrapper and contents of the prior application to constitute 
the new continuation, continuation-in-part, or divisional appli- 
cation but will be assigned a new application number. Changes 
to the prior application must be made in the form of an amend- 
ment to the prior application as it exists at the time of filing 
the application under this section. No copy of the prior applica- 
tion or new specification is required. The filing of such a copy 
or specification will be considered improper, and a filing date 
as of the date of deposit of the request for an application under 
this section will not be granted to the application unless a 
petition with the fee set forth in § 1.17(i) is filed with instruc- 
tions to cancel the copy or specification. 


(f) The filing of an application under this section will be 
construed to include a waiver of confidence by the applicant 
under 35 U.S.C. 122 to the extent that any member of the 
public who is entitled under the provisions of § 1.14 to access 
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to, or information concerning either the prior application or 
any continuing application filed under the provisions of this 
section may be given similar access to, or similar information 
concerning, the other application(s) in the file wrapper. 
** * * * 

9. Section 1.72 is amended by revising paragraph (b) to read 
as follows: § 1.72 Title and abstract. 
ae 

(b) A brief abstract of the technical disclosure in the specifi- 
cation must commence on a separate sheet, preferably following 
the claims, under the heading “Abstract of the Disclosure.” 
The purpose of the abstract is to enable the Patent and Trade- 
mark Office and the public generally to determine quickly 
from a cursory inspection the nature and gist of the technical 
disclosure. The abstract shall not be used for interpreting the 
scope of the claims. 


10. Section 1.75 is amended by revising paragraph (g) and 
adding paragraphs (h) and (i) to read as follows: 


§ 1.75 Claim(s). 
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(g) The least restrictive claim should be presented as claim 
number 1, and all dependent claims should be grouped together 
with the claim or claims to which they refer to the extent 
practicable. 


(h) The claim or claims must commence on a separate sheet. 


(i) Where a claim sets forth a plurality of elements or steps, 
each element or step of the claim should be separated by a line 
indentation. 


11. Section 1.77 is revised to read as follows: 
§ 1.77 Arrangement of application elements. 


(a) The elements of the application, if applicable, should 
appear in the following order: 


(1) Utility Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Title of the invention; or an introductory portion stating 
the name, citizenship, and residence of the applicant, and the 
title of the invention. 


(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Reference to a “Microfiche appendix.” (See § 1.96 (c)). 
The total number of microfiche and total number of frames 
should be specified. 


(7) Background of the invention. 

(8) Brief summary of the invention. 

(9) Brief description of the several views of the drawing. 
(10) Detailed description of the invention. 

(11) Claim or claims. 

(12) Abstract of the Disclosure. 

(13) Drawings. 

(14) Executed oath or declaration. 

(15) Sequence Listing (See §§ 1.821 et. seq.). 


(b) The elements set forth in paragraphs (a)(3) through (a)(5), 
(a)(7) through (a)(12) and (a)(15) of this section should appear 
in upper case, without underlining or bold type, as section 
headings. If no text follows the section heading, the phrase 
“Not Applicable” should follow the section heading. 
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12. Section 1.78 is amended by removing paragraph (d) and 
revising paragraphs (a)(2) and (c) to read as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross 
references to other applications. 


(qy7 ts e's 


(2) Any nonprovisional application claiming the benefit of 
one or more prior filed copending nonprovisional applications 
or international applications designating the United States of 
America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. Cross-references to other 
related applications may be made when appropriate. (See § 
1.14(a)). 
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(c) Where an application or a patent under reexamination 
and at least one other application naming different inventors 
are owned by the same party and contain conflicting claims, 
and there is no statement of record indicating that the claimed 
inventions were commonly owned or subject to an obligation 
of assignment to the same person at the time the later invention 
was made, the assignee may be called upon to state whether 
the claimed inventions were commonly owned or subject to 
an obligation of assignment to the same person at the time the 
later invention was made, and if not, indicate which named 
inventor is the prior inventor. 


13. Section 1.84 is amended by revising paragraphs (c), (f)- 
(g), and (x) to read as follows: 


§ 1.84 Standards for drawings. 
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(c) Identification of drawings. Identifying indicia, if pro- 
vided, should include the application number or the title of the 
invention, inventor’s name, docket number (if any), and the 
name and telephone number of a person to call if the Office 
is unable to match the drawings to the proper application. This 
information should be placed on the back of each sheet of 
drawings a minimum distance of 1.5 cm. (5/8 inch) down from 
the top of the page. In addition, a reference to the application 
number, or, if an application number has not been assigned, 
the inventor’s name, may be included in the left-hand corner, 
provided that the reference appears within 1.5 cm. (9/16 inch) 
from the top of the sheet. 
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(f) Size of paper. All drawing sheets in an application must 
be the same size. One of the shorter sides of the sheet is regarded 
as its top. The size of the sheets on which drawings are made 
must be: 


(1) 21.0 cm. by 29.7 cm. (DIN size A4), or 
(2) 21.6 cm. by 27.9 cm. (8 1/2 by 11 inches). 


(g) Margins. The sheets must not contain frames around the 
sight; i.e., the usable surface, but should have scan target points, 
i.e., cross-hairs, printed on two catercorner margin corners. 
Each sheet must include a top margin of at least 2.5 cm. (1 
inch), a left side margin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (9/16 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 
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(x) Holes. No holes should be made by applicant in the 
drawing sheets. 
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(See § 1.152 for design drawings, § 1.165 for plant drawings, 
and § 1.174 for reissue drawings.) 


14. Section 1.96 is revised to read as follows: 
§ 1.96 Submission of computer program listings. 


(a) General. Descriptions of the operation and general con- 
tent of computer program listings should appear in the descrip- 
tion portion of the specification. A computer program listing 
for the purpose of this section is defined as a printout that lists 
in appropriate sequence the instructions, routines, and other 
contents of a program for a computer. The program listing may 
be either in machine or machine-independent (object or source) 
language which will cause a computer to perform a desired 
procedure or task such as solve a problem, regulate the flow 
of work in a computer, or control or monitor events. Computer 
program listings may be submitted in patent applications as set 
forth in paragraphs (b) and (c) of this section. 


(b) Material which will be printed in the patent. If the com- 
puter program listing is contained on ten printout pages or 
less, it must be submitted either as drawings or as part of the 
specification. 


(1) Drawings. If the listing is submitted as drawings, it must 
be submitted in the manner and complying with the require- 
ments for drawings as provided in § 1.84. At least one figure 
numeral is required on each sheet of drawing. 


(2) Specification. 


(i) If the listing is submitted as part of the specification, it 
must be submitted in accordance with the provisions of § 1.52, 
at the end of the description but before the claims. 


(ii) Any listing submitted as part of the specification must 
be direct printouts (i.e., not copies) from the computer’ s printer 
with dark solid black letters not less than 0.21 cm. high, on 
white, unshaded and unlined paper, and the sheets should be 
submitted in a protective cover. Any amendments must be 
made by way of submission of substitute sheets. 


(c) As an appendix which will not be printed. If a computer 
program listing printout is eleven or more pages long, applicants 
must submit such listing in the form of microfiche, referred to 
in the specification (see § 1.77(a)(6)). Such microfiche filed 
with a patent application is to be referred to as a “microfiche 
appendix.” The “microfiche appendix” will not be part of the 
printed patent. Reference in the application to the “microfiche 
appendix” must be made at the beginning of the specification 
at the location indicated in § 1.77(a)(6). Any amendments 
thereto must be made by way of revised microfiche. 


(1) Availability of appendix. Such computer program listings 
on microfiche will be available to the public for inspection, 
and microfiche copies thereof will be available for purchase 
with the file wrapper and contents, after a patent based on such 
application is granted or the application is otherwise made 
publicly available. 


(2) Submission requirements. Except as modified or clarified 
in this paragraph (c)(2), computer-generated information sub- 
mitted as a “microfiche appendix” to an application shall be 
in accordance with the standards set forth in 36 CFR Part 1230 
(Micrographics). 


(i) Film submitted shall be a first generation (camera film) 
negative appearing microfiche (with emulsion on the back side 
of the film when viewed with the images right-reading). 


(ii) Reduction ratio of microfiche submitted should be 24:1 
or a similar ratio where variation from said ratio is required in 
order to fit the documents into the image area of the microfiche 
format used. 


(iii) At least the left-most third (50 mm. x 12 mm.) of the 
header or title area of each microfiche submitted shall be clear 
or positive appearing so that the Patent and Trademark Office 
can apply an application number and filing date thereto in an 
eye-readable form. The middle portion of the header shall be 
used by applicant to apply an eye-readable application identifi- 
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cation such as the title and/or the first inventor’s name. The 
attorney’s docket number may be included. The final right-hand 
portion of the microfiche shall contain sequence information for 
the microfiche, such as | of 4, 2 of 4, etc. 


(iv) Additional requirements which apply specifically to 
microfiche of filmed paper copy: 


(A) The first frame of each microfiche submitted shall contain 
a test target. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 


(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) Pagination of the microfiche frames shall be from left 
to right and from top to bottom. 


(E) At a reduction of 24:1, resolution of the original micro- 
film shall be at least 120 lines per mm. (5.0 target). 


(F) An index, when included, should appear in the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 


(v) Microfiche generated by Computer Output Microfilm. 


(A) The first frame of each microfiche submitted should 
contain a resolution test frame. 


(B) The second frame of each microfiche submitted must 
contain a fully descriptive title and the inventor’s name as filed. 


(C) The pages or lines appearing on the microfiche frames 
should be consecutively numbered. 


(D) It is preferred that pagination of the microfiche frames 
be from left to right and top to bottom but the alternative, i.e., 
from top to bottom and from left to right, is also acceptable. 


(E) An index, when included, should appear on the last frame 
(lower right-hand corner when data is right-reading) of each 
microfiche. 


15. Section 1.97 is amended by revising paragraphs (a) 
through (d) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


(a) In order for an applicant for a patent or for a reissue 
of a patent to have an information disclosure statement in 
compliance with § 1.98 considered by the Office during the 
pendency of the application, it must satisfy paragraph (b), (c), 
or (d) of this section. 


(b) An information disclosure statement shall be considered 
by the Office if filed by the applicant: 


(1) Within three months of the filing date of a national 
application; 


(2) Within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 


(3) Before the mailing date of a first Office action on the 
merits, whichever event occurs last. 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the statement is 
accompanied by either a certification as specified in paragraph 


(e) of this section or the fee set forth in § 1.17(p), and is filed 
before the mailing date of either: 

(1) A final action under § 1.113; or 

(2) A notice of allowance under § 1.311, whichever occurs 
first. 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the statement is 
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filed on or before payment of the issue fee and is accompanied 
by: 


(1) A certification as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
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16. Section 1.107 is amended by revising paragraph (a) to 
read as follows: 


§ 1.107 Citation of references. 


(a) If domestic patents are cited by the examiner, their num- 
bers and dates, and the names of the patentees must be stated. 
If foreign published applications or patents are cited, their 
nationality or country, numbers and dates, and the names of 
the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 
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17. Section 1.110 is revised to read as follows: 


§ 1.110 Inventorship and date of invention of the subject 
matter of individual claims. 


When more than one inventor is named in an application or 
patent, the Patent and Trademark Office, when necessary for 
purposes of an Office proceeding, may require an applicant, 
patentee, or owner to identify the inventive entity of the subject 
matter of each claim in the application or patent. Where appro- 
priate, the invention dates of the subject matter of each claim 
and the ownership of the subject matter on the date of invention 
may be required of the applicant, patentee or owner. See also 
§§ 1.78(c) and 1.130. 


18. A new § 1.130 is added after the undesignated center 
heading “Affidavits Overcoming Rejections” to read as fol- 
lows: 


§ 1.130 Affidavit or declaration to disqualify commonly 
owned patent as prior art. 


(a) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 103 in view of a 
U.S. patent which is not prior art under 35 U.S.C. 102(b), and 
the inventions defined by the claims in the application or patent 
under reexamination and by the claims in the patent are not 
identical but are not patentably distinct, and the inventions are 
owned by the same party, the applicant or owner of the patent 
under reexamination may disqualify the patent as prior art. The 
patent can be disqualified as prior art by submission of: 


(1) A terminal disclaimer in accordance with § 1.321(c), 
and 


(2) An oath or declaration stating that the application or 
patent under reexamination and the patent are currently owned 
by the same party, and that the inventor named in the application 
or patent under reexamination is the prior inventor under 35 
U.S.C. 104. 


(b) When an application or a patent under reexamination 
claims an invention which is not patentably distinct from an 
invention claimed in a commonly owned patent with the same 
or a different inventive entity, a double patenting rejection will 
be made in the application or a patent under reexamination. A 
judicially created double patenting rejection may be obviated 
by filing a terminal disclaimer in accordance with § 1.321(c). 
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19. Section 1.131 is amended by revising paragraph (a) to 
read as follows: 


§ 1.131 Affidavit or declaration of prior invention to over- 
come cited patent or publication. 


(a)(1) When any claim of an application or a patent under 
reexamination is rejected under 35 U.S.C. 102(a) or (e), or 35 
U.S.C. 103 based on a U.S. patent to another or others which 
is prior art under 35 U.S.C. 102(a) or (e) and which substantially 
shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), or on reference to a foreign 
patent or to a printed publication, the inventor of the subject 
matter of the rejected claim, the owner of the patent under 
reexamination, or the party qualified under §§ 1.42, 1.43, or 
1.47, may submit an appropriate oath or declaration to overcome 
the patent or publication. The oath or declaration must include 
facts showing a completion of the invention in this country or 
in a NAFTA or WTO member country before the filing date 
of the application on which the U.S. patent issued, or before 
the date of the foreign patent, or before the date of the printed 
publication. When an appropriate oath or declaration is made, 
the patent or publication cited shall not bar the grant of a patent 
to the inventor or the confirmation of the patentability of the 
claims of the patent, unless the date of such patent or printed 
publication is more than one year prior to the date on which 
the inventor’s or patent owner’s application was filed in this 
country. 


(2) A date of completion of the invention may not be estab- 
lished under this section before December 8, 1993, ina NAFTA 
country, or before January 1, 1996, in a WTO member country 
other than a NAFTA country. 


ese KHEK 
20. Section 1.132 is revised to read as follows: 


§ 1.132 Affidavits or declarations traversing grounds of 
rejection. 


When any claim of an application or a patent under reexami- 
nation is rejected on reference to a U.S. patent which substan- 
tially shows or describes but does not claim the same patentable 
invention, as defined in § 1.601(n), on reference to a foreign 
patent, on reference to a printed publication, or on reference 
to facts within the personal knowledge of an employee of the 
Office, or when rejected upon a mode or capability of operation 
attributed to a reference, or because the alleged invention is 
held to be inoperative, lacking in utility, frivolous, or injurious 
to public health or morals, affidavits or declarations traversing 
these references or objections may be received. 


21. Section 1.154 is revised to read as follows: 
§ 1.154 Arrangement of specification. 


(a) The elements of the design application, if applicable, 
should appear in the following order: 


(1) Design Application Transmittal Form. 
(2) Fee Transmittal Form. 


(3) Preamble, stating name of the applicant and title of the 
design. 


(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Description of the figure or figures of the drawing. 
(7) Feature Description. 

(8) A single claim. 

(9) Drawings or photographs. 

(10) Executed oath or deciaration (See § 1.153(b)). 
(b) [Reserved] 
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22. Section 1.163 is amended by adding new paragraphs (c) 
and (d) to read as follows: 


§ 1.163 Specification. 
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(c) The elements of the plant application, if applicable, should 
appear in the following order: 


(1) Plant Application Transmittal Form. 
(2) Fee Transmittal Form. 

(3) Title of the invention. 

(4) Cross-reference to related applications. 


(5) Statement regarding federally sponsored research or 
development. 


(6) Background of the invention. 
(7) Brief summary of the invention. 
(8) Brief description of the drawing. 
(9) Detailed Botanical Description. 
(10) A single claim. 

(11) Abstract of the Disclosure. 
(12) Drawings (in duplicate). 

(13) Executed oath or declaration. 
(14) Plant color coding sheet. 


(d) A plant color coding sheet as used in this section means 
a sheet that specifies a color coding system as designated in a 
color dictionary, and lists every plant structure to which color 
is a distinguishing feature and the corresponding color code 
which best represents that plant structure. 

23. Section 1.291 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in 
the application file if: 


(1) The protest is submitted prior to the mailing of a notice 
of allowance under § 1.311; and 


(2) The protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 


(b) Protests raising fraud or other inequitable conduct issues 
will be entered in the application file, generally without com- 
ment on those issues. Protests which do not adequately identify 
a pending patent application will be returned to the protestor 
and will not be further considered by the Office. A protest 
submitted in accordance with the second sentence of paragraph 
(a) of this section will be considered by the Office if the 
application is still pending when the protest and application 
file are brought before the examiner and it includes: 


(1) A listing of the patents, publications, or other information 
relied upon; 


(2) A concise explanation of the relevance of each listed 
item; 
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(3) A copy of each listed patent or publication or other item 
of information in written form or at least the pertinent portions 
thereof; and 


(4) An English language translation of all the necessary and 
pertinent parts of any non-English language patent, publication, 
or other item of information in written form relied upon. 
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24. Section 1.292 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.292 Public use proceedings. 


(a) When a petition for the institution of public use proceed- 
ings, supported by affidavits or declarations is found, on refer- 
ence to the examiner, to make a prima facie showing that the 
invention claimed in an application believed to be on file had 
been in public use or on sale more than one year before the 
filing of the application, a hearing may be had before the 
Commissioner to determine whether a public use proceeding 
should be instituted. If instituted, the Commissioner may desig- 
nate an appropriate official to conduct the public use pro- 
ceeding, including the setting of times for taking testimony, 
which shall be taken as provided by §§ 1.671 through 1.685. 
The petitioner will be heard in the proceedings but after decision 
therein will not be heard further in the prosecution of the 
application for patent. 


(b) The petition and accompanying papers, or a notice that 
such a petition has been filed, shall be entered in the application 
file if: 


(1) The petition is accompanied by the fee set forth in § 
1.17); 


(2) The petition is served on the applicant in accordance 
with § 1.248, or filed with the Office in duplicate in the event 
service is not possible; and 


(3) The petition is submitted prior to the mailing of a notice 
of allowance under § 1.311. 
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25. Section 1.315 is revised to read as follows: 
§ 1.315 Delivery of patent. 


The patent will be delivered or mailed upon issuance to the 
correspondence address of record. See § 1.33(a). 


26. Section 1.321 is amended by revising paragraph (c) to 
read as follows: 


§ 1.321 Statutory disclaimers, including terminal dis- 
claimers. 
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(c) A terminal disclaimer, when filed to obviate a judicially 
created double patenting rejection in a patent application or in 
a reexamination proceeding, must: 


(1) Comply with the provisions of paragraphs (b)(2) through 
(b)(4) of this section; 


(2) Be signed in accordance with paragraph (b)(1) of this 
section if filed in a patent application or in accordance with 
paragraph (a)(1) of this section if filed in a reexamination 
proceeding; and 


(3) Include a provision that any patent granted on that appli- 
cation or any patent subject to the reexamination proceeding 
shall be enforceable only for and during such period that said 
patent is commonly owned with the application or patent which 
formed the basis for the rejection. 


27. Section 1.497 is revised to read as follows: 


§ 1.497 Oath or declaration under 35 U.S.C. 371(c)(4). 
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(a) When an applicant of an international application desires 
to enter the national stage under 35 U.S.C. 371 pursuant to §§ 
1.494 or 1.495, he or she must file an oath or declaration that: 


(1) Is executed in accordance with either §§ 1.66 or 1.68: 
(2) Identifies the specification to which it is directed; 


(3) Identifies each inventor and the country of citizenship 
of each inventor; and 


(4) States that the person making the oath or declaration 
believes the named inventor or inventors to be the original and 
first inventor or inventors of the subject matter which is claimed 
and for which a patent is sought. 


(b) (1) The oath or declaration must be made by all of the 
actual inventors except as provided for in §§ 1.42, 1.43 or 
1.47. 


(2) If the person making the oath or declaration is not the 
inventor, the oath or declaration shall state the relationship of 
the person to the inventor, the facts required by §§ 1.42, 1.43 
or 1.47, and, upon information and belief, the facts which the 
inventor would have been required to state. 


(c) If the oath or declaration meets the requirements of para- 
graphs (a) and (b) of this section, the oath or declaration will 
be accepted as complying with 35 U.S.C. 371(c)(4) and §§ 
1.494(c) or 1.495(c). However, if the oath or declaration does 
not also meet the requirements of § 1.63, a supplemental oath 
or declaration in compliance with § 1.63 will be required in 
accordance with § 1.67. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1190 OG 67] 


August 13, 1996 


(134) Availability of Interference Files and 
Interference Related Application and Patent Files 


This notice describes simplified procedures for inspecting 
and/or obtaining copies of interference files and related applica- 
tion and patent files. Prior to April, 1995, pending and termi- 
nated interference files and other files involved in pending 
interferences could be inspected and released for copying at 
the self-service copy center located at the Board of Patent 
Appeals and Interferences. Because of (1) repeated and substan- 
tial file integrity problems with released files and (2) the 
growing space needs of the Board, this facility was discon- 
tinued. Copies of files could only be obtained through Certifica- 
tion Division. In order to improve the availability of these files 
this procedure has been modified. The new procedures are 
described below. 


Terminated interferences 


Subject to statutory and regulatory limitations on availability 
(35 U.S.C. § 122; 37 C.F.R. §§ 1.11 and 1.14) terminated 
interference files and application and patent files involved in 
terminated interferences may be inspected at and copies 
obtained through the Files Information Unit. ((703) 308-2733.) 


Pending interferences 


As a general matter, pending applications and interference 
files are not available to the public. 35 U.S.C. § 122; 37 C.F.R. 
§§ 1.11(e) and 1.14. The parties to an interference or their 
representatives (e.g., those having a duly executed power to 
inspect) may inspect pending interference files and involved 
application and patented files, by appointment, at the Board of 
Patent Appeals and Interferences. Appointments should be 
made with the Clerk of the Board at (703) 308-9797. The 
parties to a pending interference or their representatives may 
obtain copies of pending interference files and involved files 
by placing an order through Certification Division ((703) 308- 
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9726 in the Washington, D.C., Metro Area or (800) 972-6382 
outside Washington, D.C.). 


BRUCE H. STONER, JR. 
Acting Chief Administrative 
Patent Judge 


[1184 OG 15] 


(135) Publication of Opinions and Orders 
Entered by the Board of 


Patent Appeals and Interferences 


The vast majority of opinions and orders entered by the 
Board of Patent Appeals and Interferences in both ex parte 
and interference cases are non-precedential. The opinions and 
orders ordinarily contain at the top of the first page the following 


notice: 
THIS OPINION WAS NOT WRITTEN 
FOR PUBLICATION 


The opinion in support of the decision being entered today 
(1) was not written for publication in a law journal and (2) is 
not binding precedent of the Board. 


The Board of Patent Appeals and Interferences has received 
numerous requests that more of its opinions and orders be 
published. Although the board itself can, and does, decide that 
certain of its opinions and orders should be published, the 
provisions of 35 U.S.C. § 122 generally preclude, without prior 
permission of a patent applicant, publication of opinions and 
orders not otherwise available to the public. 

Nothing in the notice normally appearing on opinions and 
orders entered by the board and nothing in the provisions of 
35 U.S.C. § 122, precludes any applicant or patentee who has 
received an opinion or order entered in either an ex parte or 
interference case from publishing that opinion or order. Opin- 
ions may be published by forwarding the opinion directly to 
a publisher, such as The Bureau of National Affairs, LEXIS, 
and West Publishing Co. Alternatively, any applicant or pat- 
entee may authorize the Patent and Trademark Office to publish 
an opinion or order on the Web Page of the Patent and Trade- 
mark Office. Those wishing to authorize publication on the Web 
Page should communicate that wish to the Chief Administrative 
Patent Judge via letter addressed as follows: 


Chief Administrative Patent Judge 
U.S. Patent and Trademark Office 
Washington, D.C. 20231 


Any non-precedential opinion or order which is published 
in a law publication or otherwise or which appears on the PTO 
Web Page may be cited to the board, but will not be considered 
binding precedent. A copy of the opinion or order should 
accompany the paper in which it is cited if the applicant or 
patentee citing the opinion or order wishes that it be considered. 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


November 6, 1998 


[1217 OG 17] 


Interference Practice - New Procedures 
for Handling Interference Cases at the 
Board of Patent Appeals and Interference 


(136) 


A Trial Section has been established within the Interference 
Division of the Board of Patent Appeals and Interferences. 
Three administrative patent judges, an interference adminis- 
trator, a paralegal and a legal technician have been assigned 
to the Trial Section. Two additional interference administrators 
will be assigned to the Trial Section in the near future. 

The purpose of the Trial Section is to handle what has been 
previously known as the interlocutory phase of interferences, 
including declaration of the interference and setting times for 
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taking action during the preliminary motion, testimony and 
briefings phases of the interference. 


The personnel currently assigned to the Trial Section are: 


Fred E. McKelvey 
Senior Administrative Patent Judge 


Richard E. Schafer 
Administrative Patent Judge 


Jameson Lee 
Administrative Patent Judge 


Merrell C. Cashion, Jr. 
Interference Administrator 


Yolunda Townes 
Paralegal 


Sonja Despertt 
Legal Technician 


Questions regarding procedure to be used by the Trial Section 
may be made by telephone call placed to the paralegal or legal 
technician at 703-308-9797. 

The Trial Section will normally assign times for taking action 
during the preliminary motion, testimony and briefing phases 
of interferences such that the interference will be ready for 
final hearing in eighteen (18) months. A final hearing will be 
set before a merits panel of judges designated by the Chief 
Judge. 

Certain procedures will be adopted by the Trial Section 
with the view to making administration of interferences more 
efficient. Those procedures will be set out in a NOTICE 
DECLARING INTERFERENCE and orders relating to the 
setting of times for taking action during the preliminary motion 
and testimony/briefing phases of an interference. 

A copy of the current version of the NOTICE DECLARING 
INTEFERENCE or the orders to be used in setting times for 
taking action during the preliminary motion and/or testimony/ 
briefing phases of an interference may be obtained from the 
Trial Section by letter addressed as follows: 


BOX INTERFERENCE 
Trial Section 
Washington, D.C. 20231 


or by e-mail addressed as follows: 
yolunda.townes @uspto.gov 


or 
sonja.despertt @ uspto.gov 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


November 6, 1998 


[1217 OG 18] 


Interference Practice - Interference Rules 
Which Require a Party to 
“Show the Patentability” of a Claim 


(137) 


Certain preliminary motions require a party in an interference 
to “show the patentability” of claims. For example, a prelimi- 
nary motion under 37 CFR § 1.633(c)(2) to amend or add a 
claim to an application involved in an interference, requires 
the moving party to: 


Show the patentability to the applicant of each claim pro- 
posed to be amended or added and apply the terms of the claim 
proposed to be amended or added to the disclosure of the 
application***. 


37 CFR § 1,637(c)(2)(iii). Similar requirements appear in 


(1) 37 CFR § 1.637(c)(1)(ii) [preliminary motion to add or 
substitute a count]; 
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(2) 37 CFR § 1,637(c)(1)(iii) [preliminary motion to add or 
substitute a count]; 


(3) 37 CFR § 1.637(c)(5)(ii) [preliminary motion to have an 
opponent add a claim to its application]; 


(4) 37 CFR § 1.637(d)(3) [preliminary motion to substitute 
a party’s different application]; 


(5) 37 CFR § 1.637(e)(1)(iv) [preliminary motion to declare 
an additional interference]; 


(6) 37 CFR § 1.637(e)(1)(v) [preliminary motion to declare 
an additional interference]; 


(7) 37 CFR § 1,637(e)(2)(iii) [preliminary motion to declare 
an additional interference]; 


(8) 37 CFR § 1.637(e)(2)(iv) [preliminary motion to declare 
an additional interference]; and 


(9) 37 CFR § 1.637(h)(3) [preliminary motion to add reissue 
application to interference]. 


The requirement of the rules that a party “show the patent- 
ability” of a claim may have led to some confusion as to 
precisely what is required to comply with the rules. This notice 
provides guidance with respect to the requirement to “show 
the patentability.” 


The requirement that a party “show the patentability” of a 
claim should not be construed as requiring a party to prove a 
negative, i.e., that there is no prior art which would anticipate 
the claim under 35 U.S.C. § 102 or render the claim unpatent- 
able under 35 U.S.C. § 103. In this respect, the burden of 
establishing that a claim is not patentable generally falls on 
the party or individual alleging unpatentability. See, e.g., 35 
U.S.C. § 102 which provides that an applicant is “entitled to 
a patent unless ***. ” See also, Horton v. Stevens, 7 USPQ2d 
1245, 1246-47 (Bd. Pat. App. & Int. 1988). Consistent with 
37 CFR § 1,601, which provides that the rules should be con- 
strued to secure the just, speedy and inexpensive determination 
of interferences, the rules requiring a party to “show the patent- 
ability” of a claim normally should be interpreted as requiring 
that a party establish that the subject matter of the claim is 
described in the specification in the manner required by the 
first paragraph of 35 U.S.C. § 112. See also 37 CFR § 1.75(d)(1). 
The requirement can most effectively be met by reproducing 
the claim, and following each element recited in the claim, and 
within braces { } and in bold, inserting a specific reference to 
the column and line and/or drawing figure and numeral where 
the element is described in the specification. 


An exception would be a situation where a party files a 
preliminary motion under 37 CFR § 1.633(i) in response to an 
opponent’s preliminary motion under 37 CFR § 1.633(a) for 
judgment. Since the party knows the basis for the opponent's 
preliminary motion for judgment, the party should also “show 
the patentability” of the claims proposed to be added by the 
preliminary motion under 37 CFR § 1.633(i) vis-a-vis the oppo- 
nent’s basis in the preliminary motion under 37 CFR § 1. 
633(a). Compare 37 CFR §§ 1.111(c) and 1.119. 


The precise basis upon which a party is required to “show 
the patentability” necessarily will vary on a case-by-case basis. 


BRUCE H. STONER, JR. 
Chief Administrative Patent Judge 


November 6, 1998 


[1217 OG 17] 


Admissibility of Electronic Records 
in Interferences 


(138) 


Pursuant to 37 CFR § 1.671, electronic records are admissible 
as evidence in interferences before the Board of Patent Appeals 
and Interferences to the same extent that electronic records are 
admissible under the Federal Rules of Evidence. The weight 
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to be given any particular record necessarily must be determined 
on a case-by-case basis. 


January 12, 1998 BRUCE H. STONER, Jr. 
Chief Administrative Patent Judge 


[1208 OG 35] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 910514-1195] 
[RIN: 0651-AA49] 


(139) 


Patent Interference Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The U.S. Dis- 
trict Court for the District of Columbia recently decided Kochler 
v. Mustonen, Civil Action No. 90-1074 (D.D.C. Apr. 23, 1991). 
The District Court held that PTO practice regarding taking of 
testimony abroad was not clear. PTO rules require that a testi- 
mony period be set. The rules also require that testimony be 
taken during the testimony period. Rule 684 authorizes testi- 
mony to be taken abroad. However, rule 684 requires that a 
motion be filed for leave to take testimony abroad and that the 
motion be filed before the close of a party’s testimony period. 
The District Court suggested that a motion to take testimony 
abroad, filed in PTO on the last day of the testimony period, 
could be considered timely even though taking of the testimony 
might occur after the testimony period. By this amendment, 
PTO will continue to authorize the filing of a motion to take 
testimony abroad. However, a party will have to file the motion 
within a time such that the testimony can be taken during the 
testimony period set under PTO rule 651. 

Effective Date: Sept. 27, 1991 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 557-4035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington, DC 20231. 

Supplementary Information: The PTO conducts interference 
proceedings to determine who as between two or more appli- 
cants for patent or one or more applicants and one or more 
patentees is the first inventor of a patentable invention. As part 
of its proofs in an interference, a party may request leave to 
take testimony abroad. 37 CFR § 1.684 (1990). 

The U.S. District Court for the District of Columbia recently 
decided Kochler V. Mustonen, Civil Action No. 90-1074 
(D.D.C. Apr. 23, 1991). The District Court held that PTO 
practice regarding taking of testimony abroad was not clear. 
PTO rule 651 (37 CFR § 1.651 (1990)) requires that a testimony 
period be set. Rule 651 also requires that testimony be taken 
during the testimony period. Rule 684 (37 CFR § 1.684 (1990)) 
authorizes testimony to be taken abroad. However, rule 684 
requires that a motion be filed for leave to take testimony 
abroad and that the motion be filed before the close of a party’s 
testimony period. The District Court suggested that a motion 
to take testimony abroad, filed in PTO on the last day of 
the testimony period, could be considered timely even though 
taking of the testimony might occur after the testimony period. 

In a notice of proposed rule making published in the FED- 
ERAL REGISTER on June 12, 1991 56 FR 26949, paragraphs 
(a) and (d) of rule 651 and rule 684 were proposed to be revised 
to require a party to file the motion to take testimony abroad 
within a time such that the testimony could be taken during 
the testimony period set under PTO rule 651. 

One written comment was submitted by a Chief Executive 
Officer who stated his support of the proposed amendment. 
An attorney commented that the proposed amendment of § 
1.684 appeared to foreclose the taking of testimony beyond 
any original time set under § 1.651. The attorney suggested 
language be added to paragraph (c) stating the alternative that 
testimony abroad must be completed within the time set under 
§ 1.651 or by the Examiner-in-Chief. This suggestion has been 
adopted. 
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Other Considerations: The rule changes are in conformity with 
the requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et. seq.), Executive Orders 12291 and 12612 and the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to clarify the need for taking 
testimony abroad during the testimony period. The rule changes 
include no additional or increased fees. Substantive rights are 
not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes do not change burdens, there will be no major 
increase in costs or prices for consumers; individual industries; 
Federal, state or local government agencies; or geographic 
regions. There will be no significant adverse effects on competi- 
tion, employment, investment, productivity or innovation, or 
on the ability of United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The rule change will not impose any additional burden under 
the paperwork Reduction Act of 1980, 44 U.S.C. 350 let seq. 

The Office has also determined that this rule change has no 
Federalism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. 


For the reasons set forth in the preamble and pursuant to 
the authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 135, the PTO is amending 37 CFR 


part 1 as follows: 
Part 1 —Rules of Practice in Patent Cases 


1. The authority citation for 37 CFR part 1, Suspart E, 
continues to read as follows: 


Authority: 35. U.S.C. 6, 23, 41 and 135. 
2. Section 1.651 is revised as follows: 


§ 1.651 Setting times for discovery and taking testimony, 
parties entitled to take testimony. 


(a) At an appropriate stage in an interference, an examiner- 
in-chief shall set (1) a time for filing motions (§ 1.635) for 
additional discovery under § 1.687(c) and (2) testimony periods 
for taking any necessary testimony (testimony includes testi- 
mony to be taken abroad under § 1.684). 

(b) Where appropriate, testimony periods will be set to permit 
a party to: 

(1) Present its case-in-chief and/or case-in-rebuttal and/ 
or 

(2) Cross-examine an opponent’s case-in-chief and/or a 
case-in-rebuttal. 

(c) A party is not entitled to take testimony to present a 
case-in-chief unless: 

(1) The examiner-in-chief orders the taking of testimony 
under § 1.639(c); 

(2) The party alleges in its preliminary statement a date 
of invention prior to the earlier of the filing date or effective 
filing date of the senior party; 

(3) A testimony period has been set to permit an opponent 
to prove a date of the invention prior to the earlier of the filing 
date or effective filing date of the party and the party has filed 
a preliminary statement alleging a date of invention prior to 
the date; or 

(4) A motion (§ 1.635) is filed showing good cause why 
a testimony period should be set. 

(d) Testimony, including any testimony to be taken abroad 
under § 1.684, shall be taken and completed during the testi- 
mony periods set under paragraph (a) of this section. A party 
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seeking to extend the period for taking testimony must comply 
with § 1.635 and § 1.645(a). 


3. Section 1.684 is revised as follows: 
§ 1.684 Testimony in a foreign country. 


(a) An examiner-in-chief may authorize testimony of a wit- 
ness to be taken in a foreign country. A party seeking to take 
testimony in a foreign country shall, promptly after the testi- 
mony period is set, file a motion (§ 1.635): 

(1) Naming the witness 

(2) Describing the particular facts to which it is expected 
that the witness will testify. 

(3) Stating the grounds on which the moving party believes 
that the witness will testify. 

(4) Demonstrating that the expected testimony is relevant. 

(5) Demonstrating that the testimony cannot be taken in 
this country at all or cannot be taken in this country without 
hardship to the moving party greatly exceeding the hardship 
to which all opposing parties will be exposed by the taking of 
the testimony in a foreign country. 

(6) Accompanied by an affidavit stating that the motion 
is made in good faith and not for the purpose of delay or 
harassing any party. 

(7) Accompanied by written interrogatories to be asked 
of the witness. 

(b) Any opposition under § 1.638(a) shall state any objection 
to the written interrogatories and shall include any cross-inter- 
rogatories to be asked of the witness. A reply under § 1.638(b) 
may be filed and shall be limited to stating any objection to 
any cross-interrogatories proposed in the opposition. 

(c) If the motion is granted, taking of the testimony abroad 
must be completed within the testimony period set under § 
1.651 or within such time as may be set by the Examiner-in- 
Chief. The moving party shall be responsible for obtaining 
answers to the interrogatories and cross-interrogatories before 
an officer qualified to administer oaths in the foreign country 
under the laws of the United States or the foreign country. The 
officer shall prepare a transcript of the interrogatories, cross- 
interrogatories, and recorded answers to the interrogatories and 
cross-interrogatories and shall transmit the transcript to BOX 
INTERFERENCE, Commissioner of Patents and Trademarks, 
Washington, DC 20231, with a certificate signed and sealed 
by the officer and showing: 

(1) The witness was duly sworn by the officer before 
answering the interrogatories and cross-interrogatories. 

(2) The recorded answers are a true record of the answers 
given by the witness to the interrogatories and cross-interroga- 
tories. 

(3) The name of the person by whom the answers were 
recorded and, if not recorded by the officer, whether the answers 
were recorded in the presence of the officer. 

(4) The presence or absence of any party. 

(5) The place, day, and hour that the answers were 
recorded. 

(6) A copy of the recorded answers was read by or to the 
witness before the witness signed the recorded answers and 
that the witness signed the recorded answers in the presence 
of the officer. The officer shall state the circumstances under 
which a witness refuses to read or sign recorded answers. 

(7) The officer is not disqualified under § 1.674. 

(d) If the parties agree in writing, the testimony may be 
taken before the officer on oral deposition. 

(e) A party taking testimony in a foreign country shall have 
the burden of proving that false swearing in the giving of 
testimony is punishable as perjury under the laws of the foreign 
country. Unless false swearing in the giving of testimony before 
the officer shall be punishable as perjury under the laws of the 
foreign country where testimony is taken, the testimony shall 
be entitled to the same weight as testimony taken in the United 
States. The weight of the testimony shall be determined in each 
case. 


HARRY F. MANBECK, JR. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Aug. 22, 1991 


[1136 OG 40] 
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(140) Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 921118-3184] 


RIN: 0651-AA63 
Patent Interference Practice Burden of Proof 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule 

Summary: The Patent and Trademark Office (PTO) is amending 
its rules of practice in patent interference cases. The amended 
rules specify that a party filing a motion has the burden of 
proof for that motion. The amended rules also more clearly 
state the nature of expert-witness and fact-witness evidence 
that must accompany a preliminary motion. Moreover, a defini- 
tion of “interlocutory order,” as contrasted with a final decision, 
is added to clarify the meaning of “interlocutory order.” 
Effective Date: Oct. 25, 1993. These rules will apply to all 
papers filed with the PTO on or after the effective date. 

For Further Information Contact: Fred E. McKelvey by tele- 
phone at (703) 305-9035 or by mail marked to his attention and 
addressed to Box 8, Commissioner of Patents and Trademarks, 
Washington D.C. 20231. 

Supplementary Information: A Notice of Proposed Rulemaking 
was published in the Federal Register (58 FR 528) on Jan. 6, 
1993, and in the Official Gazette of the PTO (1147 Off. Gaz. 
11) on Feb. 2, 1993. Comments were due Mar. 8, 1993. Four 
comments were received. 

The PTO proposed moving the presumption of correctness 
of an interlocutory order, which is presently in 37 CFR § 
1.655(a), to a proposed new subsection 1.601(q). The PTO also 
proposed to make explicit in 37 CFR § 1.637(a) that a party 
filing a motion has the burden of proving why it is entitled to 
the relief sought in the motion. 

The PTO proposed to amend 37 CFR § 1.639 to incorporate 
guidance provided in Hanagan v. Kimura, 16 USPQ2d 1791, 
1794 (Comm’r Pat. 1990). Subsection (c) of § 1.639 was pro- 
posed to be amended to refer to “additional evidence in the 
form of testimony” so as to distinguish the evidence needed 
under subsection (c) from evidence submitted under subsections 
(a) and (b). Subsection (d) to 37 CFR § 1.639 was proposed 
to be added to specify. that the nature of evidence that must 
be submitted when an opinion of an expert is needed. Subsection 
(e) was proposed to be added to specify the nature of evidence 
that must be submitted when a statement of a fact witness is 
to be relied upon. Subsection (f) was proposed to be added to 
specify the nature of a showing that should be made when a 
statement of an opponent is needed or evidence in possession 
of an opponent is needed. Subsection (g) was proposed to be 
added to specify the nature of evidence that must be supplied 
if inter partes tests are to be conducted. 

Present 37 CFR 1.655(a) was proposed to be amended by 
deleting the last sentence, which would be moved to and be 
included in the proposed definition of interlocutory order in 
proposed subsection 1.601(g). 

The PTO received one comment that endorsed the proposed 
rulemaking, but was otherwise directed to an earlier rulemaking. 

The PTO received two comments regarding proposed subsec- 
tion 1.601(q). One comment suggested that procedural rules 
should not be placed in a definition. The comment suggested 
that the last two sentences of proposed subsection 1.601(q), 
which deal with the presumed correctness of interlocutory 
orders, be in a new subsection of section 1.655. This suggestion 
is adopted in part. The last two sentences of subsection 1.601(q) 
will be moved to the end of subsection 1.655(a). 

A second comment challenged the sufficiency of the notice 
in the proposed rulemaking. The comment noted that the word 
“manifest” was omitted from the portion of existing subsection 
1.655(a) that was moved to new subsection 1.601(q) and that 
the word “manifestly” was omitted from the remainder of sub- 
section 1.655(a). The comment argued that the Notice of Pro- 
posed Rulemaking did not provide sufficient notice of these 
omissions, which the comment characterized as substantive 
changes, and thus violates the requirements of 5 U.S.C. § 553. 
This comment is not adopted. 

The Notice of Proposed Rulemaking gave specific notice of 
the actual terms of the proposed rule. Cf. § 553(b) (requiring 
“[gleneral notice” of “either the terms or substance of the 
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proposed rule or a description of the subjects and issues 
involved.”) In any case, no change actually occurs because 
the omitted words, “manifest” and “manifestly”, in 37 CFR § 
1.655(a) are unnecessary. No board decision is known to have 
relied on the distinction between “error”, “clear error”, and 
“manifest error”. In appellate courts, manifest error is an 
extremely deferential standard of review that is closely tied to 
the abuse-of-discretion standard. See e.g., Datascope Corp. v. 
SMEC, Inc., 879 F.2d 820, 827-28, 11 USPQ2d 1321, 1326 
(Fed. Cir. 1989) (finding no manifest error). Board review of an 
examiner-in-chief’s interlocutory orders is not an independent 
review of a final decision by a lower tribunal. The board is 
the only entity that may decide interferences, 35 U.S.C. § 
135(a), and the examiner-in-chief, who is a member of the 
board, 35 U.S.C. § 7(a), is almost always a member of the panel 
that ultimately decides the interference. Thus, an extremely 
deferential standard of appeal in this context is inappropriate. 

The PTO received one comment regarding proposed subsec- 
tion 1.637(a). The comment noted that subsection 1.637(a) had 
been misprinted so that the text “a statement of the precise 
relief requested, (2)” had been omitted following the “(1)”. 
The comment is correct, the omission was a misprint, and the 
omitted text has been restored. 

The PTO received one comment regarding 37 CFR § 
1.639(b). The comment suggested that all proofs introduced 
under subsection 1.639(b) remain in the record after the decision 
on the preliminary motions unless the proofs are expressly 
withdrawn. The opposing party could treat such proofs as sub- 
section 1.672(b) declarations and request an opportunity to 
cross examine the declarants. The suggestion is not adopted 
because it is beyond the scope of the present rulemaking. 

The PTO received one comment regarding subsection 
1.639(c). The comment assumed that the word “needed” had 
been intentionally deleted from the end of the first sentence 
of subsection 1.639(c), but noted that the deletion was not 
mentioned in the summary. The assumption is correct. This 
deletion is grammatically required after the addition of the text 
amending subsection 1.639(c). 

The PTO received two comments regarding codification of 
the Hanagan guidelines in subsections 1.639(d)-(g). One com- 
ment endorsed codification of the Hanagan guidelines, but 
suggested that the codification be reformulated to increase flexi- 
bility. In particular, the comment pointed to the unusual case 
described in the Notice of Proposed Rulemaking where an 
opponent to a preliminary motion was overwhelmed with evi- 
dence. The comment suggested that the mandatory require- 
ments of subsection 1.639, as amended, be revised to state that 
the information required under the Hanagan guidelines “should 
ordinarily” be provided. The comment is not adopted. 

When necessary, a party opposing a preliminary motion 
should request an extension of time to submit the information 
described in subsections 1.639(d) through (g), which do not 
require the submission of the actual testimony or evidence. In 
contrast, in the example discussed in the Notice of Proposed 
Rulemaking, the examiner-in-chief deferred consideration of 
the preliminary motion until the final hearing to allow the 
opponent time to prepare a full opposition, which included 
the actual evidence the opponent relied upon to support the 
opposition. As the Notice of Proposed Rulemaking pointed 
out, examiners-in-chief have, and should exercise, discretion 
to extend time or otherwise remedy problems that may arise 
when applying the requirements of section 1.639 in specific 
cases. 

A second comment suggested that the requirements of sub- 
sections 1.639(d) and (e) duplicate the declarations submitted 
under 37 CFR § 1.672(b). The comment recommends that the 
rules be revised to require a subsection 1.672(b) declaration 
be submitted once, during the motions period, in support of an 
opposition to a preliminary motion. The recommendation is 
not adopted. 

Subsection 1.672(b) is directed to the technical requirements 
for submitting affidavits or depositions for testimony that will 
not be compelled. Subsection 1.639(c), which invokes the 
requirements of subsections | .639(d) and (e), requires a descrip- 
tion of the proposed testimony, not an affidavit or deposition 
of the testimony itself. A request under subsection 1.639(c) 
must describe the nature of the testimony being sought so 
the examiner-in-chief can determine whether the testimony is 
actually needed. Hanagan, 16 USPQ2d at 1794. Subsection 
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1.639(c) is intended to address the situation where evidence in 
the form of testimony is not available to the party asserting a 
need for the evidence. The Hanagan guidelines require such 
a party to justify the delay and inconvenience that may result 
by explaining what the party expects the testimony to prove. 
To this end, subsection 1.639(c) is revised to clarify that it 
only applies to testimony that is unavailable to the party seeking 
the testimony. 


OTHER CONSIDERATION 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C.601 et seq.), Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et. seq. 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant economic impact on a substantial number of small entities 
(Regulatory Flexibility Act, 5 U.S.C. 605(b)). The principle 
impact of these changes would be to clarify procedure in patent 
interferences and thereby eliminate ambiguity that may exist 
in current rules. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. There will be 
no major increase in costs or prices for consumers; individuals; 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant effects on competi- 
tion, employment, investment, productivity, innovation, or on 
the ability of the United States-based enterprises to compete 
with foreign-based enterprises in domestic or export markets. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


These rule changes will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
recordkeeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Inventions 
and patents. 
PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.601 is amended by adding paragraph (q) to read 
as follows: 


§ 1.601 Scope of rules, definitions. 


xe KK * 


(q) A final decision is a decision awarding judgement as to 
all counts. An interlocutory order is any other action taken by 
an examiner-in-chief or a panel of the Board in an interference, 
including the notice declaring an interference. 


3. Section 1.637 is amended by revising paragraph (a) to 
read as follows: 


§ 1.637 Content of motions. 


(a) A party filing a motion has the burden of proof to show 
that it is entitled to the relief sought in the motion. Every motion 
shall include (1) a statement of the precise relief requested, (2) 
a statement of the material facts in support of the motion, and 
(3) a full statement of the reasons why the relief requested 
should be granted. 


** eK * 


4. Section 1.639 is amended by revising paragraph (c) and 
by adding paragraphs (d) through (g) as follows: 


§ 1.639 Evidence in support of motion, opposition, or reply. 


*x** KK * 
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(c) If a party believes that additional evidence in the form 
of testimony that is unavailable to the party is necessary to 
support or oppose a preliminary motion under § 1.633 or a 
motion to correct inventorship under § 1.634, the party shall 
describe the nature of any proposed testimony as specified in 
paragraphs (d) through (g) of this section. If the examiner-in- 
chief finds that testimony is needed to decide the motion, the 
examiner-in-chief finds that testimony is needed to decide the 
motion, the examiner-in-chief may grant appropriate interlocu- 
tory relief and enter an order authorizing the taking of testimony 
and deferring a decision on the motion to final hearing. 

(d) When additional evidence in the form of expert-witness 
testimony is needed in support of or opposition to a preliminary 
motion, the moving party or opponent should: 

(1) identify the person whom it expects to call as an expert; 
(2) state the field in which the person is alleged to be an 
expert; and 
(3) state: 
(i) the subject matter on which the person is expected 
to testify; 
(ii) the facts and opinions to which the person is 
expected to testify: and 
(iii) a summary of the grounds and basis for each 
opinion. 

(e) When additional evidence in the form of fact-witness 
testimony is necessary, state the facts to which the witness is 
expected to testify. 

(f) If the opponent is to be called, or if evidence in the 
possession of the opponent is necessary, explain the evidence 
sought, what it will show, and why it is needed. 

(g) When inter partes tests are to be performed, describe the 
tests stating what they will be expected to show. 


5. Section 1.655 is amended by revising paragraph (a) to 
read as follows: 


§ 1.655 Matters considered in rendering a final decision. 


(a) In rendering a final decision, the Board may consider 
any properly raised issue including (1) priority of invention, (2) 
derivation by an opponent from a party who filed a preliminary 
statement under § 1.625, (3) patentability of the invention, (4) 
admissibility of evidence, (5) any interlocutory matter deferred 
to final hearing, and (6) any other matter necessary to resolve 
the interference. The Board may also consider whether any 
interlocutory order was erroneous or an abuse of discretion. 
All interlocutory orders shall be presumed to have been correct 
and the burden of showing error or an abuse of discretion 
shall be on the party attacking the order. When two or more 
interlocutory orders involve the same issue, the last entered 
order shall be presumed to have been correct. 


* * KK * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Sept. 16, 1993 


{1155 OG 65] 


Interference Practice: Matters Relating to 
Belated Preliminary Motions 


(141) 


In some interference proceedings, evidence which would 
provide a basis for a preliminary motion under 37 CFR 1.633 
does not come to light until after a decision on preliminary 
motions has been entered. For example, a party may conclude, 
after hearing the opponent’s testimony, that the opponent’s 
application or patent does not comply with the “best mode” 
requirement of 35 USC § 112, first paragraph; or a prior art 
reference may be found which the party could not previously 
have located. The purpose of this notice is to clarify the policy 
of the Board of Patent Appeals and Interferences as to what 
steps the party must take if it wishes to have an issue based 
on such evidence considered by the Board. 

If the time for filing preliminary motions has expired, and 
then evidence comes to light which in the opinion of a party 
would provide basis for a preliminary motion under 37 CFR 
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1.633, that party may not simply raise the matter in its brief 


at final hearing for the Board’s consideration. Rather, it is the 
policy of the Board that it will not consider the matter unless 
the party files promptly after the evidence becomes available: 

(1) the appropriate preliminary motion under 37 CFR 
1.633; and 

(2) a motion under 37 CFR 1.635 showing sufficient cause 
why the preliminary motion was not timely filed, as required 
by 37 CFR 1.645(b). This motion must include the certificate 
required by 37 CFR 1.637(b). 

If either party believes that additional evidence or discovery 
concerning the matter raised by the motion(s) is necessary, 
motions (1) and (2) should also be accompanied by or responded 
to by such other motions as may be appropriate, as for example, 
motions under 37 CFR 1.651(b) (4) or 1.687(c). 


SAUL I. SEROTA 
Chairman, Board of Patent 
Appeals and Interferences 


Oct. 6, 1992 


[1144 OG 8] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No. 50103-7058] 


Arbitration of Patent Interference Cases 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: The Patent and Trademark Office is amending its 
rules to implement the arbitration provisions of section 105 of 
the Patent Law Amendments Act of 1984, Pub. L. 98-622. 
Effective Date: May 27, 1987. 

For Further Information Contact: lan A. Calvert or Michael 
Sofocleous by telephone at (703) 557-4000 or by mail marked 
to the attention of either and addressed to Box Interference, 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 

Supplementary Information: Section 105 of the Patent Law 
Amendments Act of 1984, enacted Nov. 8, 1984, provides for 
the arbitration of patent interference cases. Section 105, codified 
as 35 U.S.C. 135(d), provides: 


Parties to a patent interference, within such time as may be 
specified by the Commissioner by regulation, may determine 
such contest or any aspect thereof by arbitration. Such arbitra- 
tion shall be governed by the provisions of title 9 to the extent 
such title is not inconsistent with this section. The parties shall 
give notice of any arbitration award to the Commissioner, and 
such award shall, as between the parties to the arbitration, be 
dispositive of the issues to which it relates. The arbitration 
award shall be unenforceable until such notice is given. Nothing 
in this subsection shall preclude the Commissioner from deter- 
mining patentability of the invention involved in the interfer- 
ence. 

The Patent and Trademark Office (PTO) conducts interfer- 
ence proceedings to determine any question of patentability 
and priority of invention between two or more parties claiming 
the same patentable invention. An interference may be declared 
between two or more pending applications naming different 
inventors when, in the opinion of an examiner, the applications 
contain claims for the same patentable invention. An interfer- 
ence may be declared between one or more pending applications 
and one or more unexpired patents naming different inventors 
when, in the opinion of an examiner, any application and any 
unexpired patent contain claims for the same patentable inven- 
tion. Patent interference cases can be quite expensive. Arbitra- 
tion may prove useful to minimize expenses in interference 
cases. The arbitration rule applies to all pending interferences. 


The PTO published an advance notice of rulemaking in the 
Federal Register of Jan. 16, 1985 (50 FR 2294-2296). The 
notice was also published in the Official Gazette on Feb. 12, 
1985 (1051 O.G. 9-10). The notice also appeared in the Bureau 
of National Affairs’ Patent, Trademark and Copyright Journal, 
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Vol. 29, p. 310 (Jan. 24, 1985), hereinafter “BNA.” Five written 
comments were received in response to the advance notice. 

A notice of proposed rulemaking was published in the Federal 
Register on Sept. 15, 1986 (51 FR 32756-32762), in the Official 
Gazette on Oct. 21, 1986 (1071 O.G. 25-31), and in BNA’s 
Patent, Trademark and Copyright Journal, Vol. 32, pp. 552- 
558 (Sept. 18, 1986). In response to the notice, three comments, 
two in writing and one by telephone, were received. These 
comments are discussed herein. 

All written comments are available for public inspection in 
Rm. 10C01, Crystal Gateway 2, 1225 Jefferson Davis Hwy., 
Arlington, Va. 


Discussion of the Rule 


Under § 1.690 the arbitrator can determine issues of patent- 
ability as between the parties but a determination by him or 
her that the subject matter is patentable would not be binding 
upon the PTO. If the arbitrator’s award holds that a party’s 
claims corresponding to the count are unpatentable over prior 
art or under 35 U.S.C. 112, that determination would be binding 
on that party vis-a-vis the party’s opponent and would result 
in a judgment adverse to that party. The judgment, however, 
would not discharge the duty that each party has under 37 CFR 
1.56 to bring to the attention of the examiner in charge of its 
respective application any prior art and/or reason relied upon 
by the arbitrator in the determination of unpatentability. 

It is the longstanding practice of the PTO to favor the settle- 
ment of interferences and the PTO looks with favor on all proper 
efforts in that direction as being conducive to the termination of 
the proceeding. See 4 Revise and Caesar, Interference Law 
and Practice, section 861, p. 2956 (Michie Co. 1948) and the 
Commissioner’s Notice of Nov. 9, 1976, titled, “Extensions of 
Time and Filing of Papers in Interferences,” 953 Official 
Gazette 2 (Dec. 7, 1976). In this regard, the notice states that: 


* * * stipulation or motions for extensions of time under 
37 CFR 1.245 will not henceforth be approved or granted, 
respectively, unless accompanied by a detailed showing of facts 
sufficient to establish that the action for which the extension 
is sought could not have been or cannot be taken or completed 
during the time previously set therefor, and that the entire 
extension appears necessary for the taking or completion of 
that action. Since the Office favors the amicable settlement of 
interferences, the foregoing requirement will be liberally 
applied in the case of a first request for extension of time for 
the purpose of negotiating settlement. 


Consequently, the examiner-in-chief may give favorable con- 
sideration to a motion for an extension of time for purposes 
of settlement; however, a further motion for an extension for 
that purpose would not be granted unless it is accompanied by 
a schedule of specific dates showing that the parties will make 
a good faith effort to promptly terminate the proceeding. If 
preliminary motions under 37 CFR 1.633 have not been filed, 
the examiner-in-chief would not normally extend the time for 
their filing merely for purposes of seitlement. In these circum- 
stances, the examiner-in-chief would require that the prelimi- 
nary motions be filed or that their filing be waived. 

If the proceeding is in the testimony stage, the examiner-in- 
chief could grant the parties’ motion to extend all the unexpired 
testimony times to close concurrently on the date the record 
is due provided they file a stipulation that any evidence to be 
submitted will be in one of the forms specified in 37 CFR 
1.672(e) and (f), i.e., affidavit testimony or a stipulation either 
as to what a particular witness would testify to if called or the 
facts in the case of any party. 

Analogously, the aforesaid practice would apply to arbitra- 
tion. Section 1.690 requires that parties who intend to arbitrate 
an interference notify the examiner-in-chief in writing of their 
intention to arbitrate and file a copy of the arbitration agreement 
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) 
an agreement to arbitrate is considered to be one “made in 
connection with and in contemplation of the termination of the 
interference”. The agreement must be in writing a copy filed 
in the PTO within 20 days after its execution. The notification 
of intention to arbitrate must be made in a separate paper. 
Merely incorporating the notification in the agreement is not 
sufficient to comply with § 1.690(a). The parties also will be 
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required tc adhere to a time schedule approved by the examiner- 
in-chief such that the interference proceeding can be expedi- 
tiously resolved so as to prevent the unnecessary postponement 
of the beginning of the running of the term of any patent 
resulting from an application involved in the interference. 
Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 (CCPA 
1966). 

If the parties desire to arbitrate an interference prior to the 
close of the motion period, the examiner-in-chief will not nor- 
mally grant an extension of time for the purpose. The parties 
will be required to file their preliminary motions under 37 CFR 
1.633. After the motions are filed, the examiner-in-chief could 
grant an extension only upon compliance with 37 CFR 1.645 
which requires a showing of “good cause.” Such a “good cause” 
showing would normally include a schedule, agreed to by the 
parties, setting forth, inter alia, the dates for (1) executing the 
arbitration agreement, (2) determining priority and (3) termi- 
nating the interference. 


Section 1.690(a) requires that an arbitration agreement 
include the following: 


(1) The name of the arbitrator or a date certain (not more 
than 30 days after the execution of the agreement) for his or 
her selection. 

(2) The issues to be decided by the arbitrator. 

(3) A provisions that the arbitrator’s award is binding on 
the parties and that the Board can enter a judgment based 
thereon. 


Section 1.690(c) requires that a copy of the arbitration award 
be filed within 20 days from the date of the award or by a date 
set by the examiner-in-chief. 

If the proceeding is in the testimony stage and the parties 
desire to arbitrate, the examiner-in-chief could grant a reason- 
able extension for that purpose. A motion for a further extension 
for that purpose would not be granted unless it were accompa- 
nied by a schedule, agreed to by the parties, setting forth, inter 
alia, the dates for (1) executing the arbitration agreement, (2) 
determining priority, and (3) terminating the interference. If 
the parties are to submit the required schedule, a motion for a 
further extension could be granted. If the parties file a copy 
of the arbitration agreement and they agree that any evidence 
submitted in the proceeding will be in one of the forms specified 
by 37 CFR 1.672(e) or (f), the examiner-in-chief could give 
favorable consideration to the parties’ motion that all the unex- 
pired times be extended to close concurrently on the date the 
record is due. By that date, the parties would be required to 
file the arbitrator’s award and their records, if necessary for 
the resolution of any issue not decided by the arbitrator. If the 
award is not dispositive of all the issues in the interference, 
the examiner-in-chief would set brief times so that parties could 
explain their evidence relating to any issues which the arbitrator 
did not, or was unable to decide. For example, the award might 
be dispositive of the issue of priority between the parties and 
leave for the Board’s determination the question of substituting 
a new count raised in a preliminary motion under 37 CFR 
1.633. 

The arbitration award, filed by the parties, would be in the 
nature of a final decision and should include the following: 

(1) The style (e.g., Jones v. Smith), the number of the interfer- 
ence and the names of the real parties in interest. 

(2) The subject matter in issue, i.e., the counts and a table 
of counts, if necessary, indicating the relationship of the parties’ 
claims corresponding to each count and those claims not corres- 
ponding thereto. 

(3) The issues for decision before the arbitrator. 

(4) The arbitrator’s decision. The decision may also include 
a statement of the grounds and reasoning in support thereof. 

(5) A summary, if appropriate, indicating, inter alia, that 
judgment should be awarded to one of the parties. 

Any party to the arbitration can attack the award only in the 
manner provided by 9 U.S.C. 10 and 11. 


9 U.S.C. 10 reads as follows: 


In either of the following cases the United States court in 
and for the district wherein the award was made may make an 
order vacating the award upon the application of any party to 
the arbitration— 
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(a) Where the award was procured by corruption, fraud, or 
undue means. 

(b) Where there was evident partiality or corruption in the 
arbitrators, or either of them. 

(c) Where the arbitrators were guilty of misconduct in 
refusing to postpone the hearing, upon sufficient cause shown, 
or in refusing to hear evidence pertinent and material to the 
controversy; or of any other misbehavior by which the rights 
of any part have been prejudiced. 

(d) Where the arbitrators exceeded their powers, or so imper- 
fectly execute them that a mutual, final, and definite award 
upon the subject matter submitted was not made. 

(e) Where an award is vacated and the time within which 
the agreement required the award to be made has not expired the 
court may, in its discretion, direct a rehearing by the arbitrators. 


9 U.S.C. 11 reads as follows: 


In either of the following cases, the United States court in 
and for the district wherein the award was made may make an 
order modifying or correcting the award upon the application 
of any party to the arbitration— 

(a) Where there was an evident material miscalculation of 
figures or an evident material mistake in the description of any 
person, thing, or property referred to in the award. 

(b) Where the arbitrators have awarded upon a matter not 
submitted to them, unless it is a matter not affecting the merits 
of the decision upon the matter submitted. 

(c) Where the award is imperfect in matter of form not 
affecting the merits of the controversy. 

The order may modify and correct the award, so as to effect 
the intent thereof and promote justice between the parties. 


See, for example, Fairchild and Co., Inc. v. Richmond, F. 
and P. R. Co.,516 F.Supp. 1305 (D.D.C. 1981). If such an attack 
were to be made by one of the parties while the interference 
is pending before the Board, the Board would not stay the 
interference. Rather, the Board would issue its judgment in 
accordance with the award. So long as the award is in compli- 
ance with § 1.690, it would carry the presumption that the 
arbitrator acted correctly in making his decision and accord- 
ingly, the party designated by the award as the prevailing party 
would be entitled prima facie to a judgment in its favor. If the 
dissatisfied party brings an action in an appropriate United 
States district court and if the court vacates, modifies or corrects 
the award, the Board would take action consistent with the 
court’s findings. No action would lie in the PTO to vacate or 
correct an arbitration award, unless all parties agreed in writing. 

The following examples illustrate the practice of the PTO 
concerning arbitration. 


Example 1 
Arbitration Practice-Preliminary Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The parties decide to arbitrate the interference 
in accordance with § 1.690 and file a motion for an extension 
of time so that they can “freely” arbitrate the interference, but 
do not file a waiver of their right to file motions. 

The examiner-in-chief would deny the motion because the 
parties’ intention to arbitrate, in and of itself, does not constitute 
a showing of “good cause” within the meaning of 37 CFR 
1.645(a). Even if the parties file an agreement to arbitrate, the 
PTO would not grant any extension of time to permit the parties 
to “freely” arbitrate an interference prior to the expiration of 
the time for filing preliminary motions. 


Example 2 
Arbitration Practice-Testimony Stage 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633. The parties 
file preliminary motions; the examiner-in-chief renders a deci- 
sion thereon and sets the testimony times. The parties file a 
notice of intent to arbitrate the interference under § 1.690(a) 
and a motion for a one month extension of the testimony 
times. The examiner-in-chief could grant the motion, but would 
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indicate that if the parties file another motion for an extension 
for that purpose, the motion must be accompanied by a schedule, 
agreed to by the parties, setting forth the dates for (1) executing 
the arbitration agreement, (2) determining priority and (3) ter- 
minating the interference. 


The parties file a motion for an additional one month exten- 
sion of time to permit the parties to arbitrate the interference. 
Accompanying the motion is a proposed schedule of times and 
a copy of the arbitration agreement which provides, inter alia, 
(i) the name of the arbitrator or a date certain for his selection, 
(ii) that the arbitrator’s award will be binding on the parties, 
(iii) the issues to be decided by the arbitrator and (iv) that the 
award will be filed by the date the record is due. The parties 
also indicate that the evidence to be filed in the proceeding 
will be in one of the forms specified by 37 CFR 1.672(e) or 
(f). The examiner-in-chief could grant the motion and indicate 
that he will give favorable consideration to a motion to extend 
all the unexpired times to close concurrently on the date the 
record is due should the parties request such. 

On the date for filing the record, the parties file the arbitra- 
tor’s award and their evidentiary records, if necessary. The 
award states (i) the style and number of the interference and 
the real parties in interest, (ii) the subject matter in issue and 
the parties’ claims which correspond thereto and which do 
not correspond thereto, (iii) the issues for decision before the 
arbitrator, (iv) the arbitrator’s decision (which may include a 
statement of the grounds and reasoning in support thereof) and 
(v) that judgment should be awarded to one of the parties. The 
examiner-in-chief examines the award to ensure that it complies 
with § 1.690 and is dispositive of the issues in the interference 
which can be decided by the arbitrator. If the award is otherwise 
acceptable, the Board would issue a judgment based on the 
award. If the award is not dispositive of all the issues in the 
interference, the examiner-in-chief would determine how the 
interference will proceed. 


Example 3 


Arbitration Practice-Award Decides Interference-in-Fact Issue 
and Junior Party Takes No Testimony 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(b) on the ground that there is no interfer- 
ence-in-fact between his claims corresponding to the count and 
his opponent’s claims corresponding thereto. The examiner- 
in-chief denies the motion, examines the preliminary statements 
and sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. On the date for filing the record, the 
junior party files the award together with a motion requesting 
that the interference be terminated in view of the award. He 
does not file a record. In his award the arbitrator holds that no 
interference-in-fact exists between the parties’ claims corres- 
ponding to the count. 

The motion would be denied because the award decides a 
matter of patentability which would not result in a judgment 
adverse to one of the parties. Consequently, the junior party 
would be placed under an order to show cause why judgment 
under 37 CFR 1.652 should not be entered against him for his 
failure to file an evidentiary record by the time set therefore. 
In response to the order, the junior party requests final hearing 
to review the examiner-in-chief’s denial of the motion for judg- 
ment and a testimony period to show no interference-in-fact. 
The examiner-in-chief would grant the junior party’s request 
to the extent that final hearing is set and would deny the 
request for testimony because the junior party already had the 
opportunity to take testimony on the matter. 


Example 4 
Arbitration Practice—Cannot Decide Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
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under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to the count are unpatentable over prior art. In his 
decision on motions, the examiner-in-chief grants the motion 
and places both parties under an order pursuant to 37 CFR 
1.640(d)(1) to show cause why judgment should not be entered 
against them as to the count. In response to the order, the 
senior party files a paper in accordance with 37 CFR 1.640(e) 
purportedly showing good cause why judgment should not be 
entered in accordance with the order and a motion requesting 
permission to arbitrate the patentability issue. The examiner- 
in-chief would deny the motion. The arbitrator is without 
authority to establish vis-a-vis the public that the subject matter 
of the court is patentable. Thus, the arbitration will serve no 
useful purpose. The Board would consider the senior party’s 
paper and enter an appropriate order. 


Example 5 
Arbitration Practice—Award After Decision on Motions 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion for judgment 
under 37 CFR 1.633(a) on the ground that the claims corres- 
ponding to counts | and 2 are unpatentable over prior art. In 
his decision on motions, the examiner-in-chief grants the 
motion with respect to count 1, denies the motion with respect 
to count 2 and places both parties under an order pursuant to 
37 CFR 1.640(d)(1) to show cause why judgment should not 
be entered against them as to count 1. The senior party files 
a paper in accordance with 37 CFR 1.640(e); the junior party, 
a response thereto. The Board considers the paper and the 
response thereto and based on the record enters judgment 
adverse to both parties as to count 1. Thereafter, the examiner- 
in-chief examines the preliminary statements and sets dates for 
taking testimony and filing the record. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator decides 
that judgment should be awarded to the junior party. On the 
date for filing the record, both parties file the award together 
with a motion requesting that the interference be terminated 
in view of the award. No record is filed. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to count 2. 


Example 6 
Arbitration Practice—Award Decides Patentability 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions for judgment under 37 CFR 1.633 
are filed and after the examination of the preliminary state- 
ments, the examiner-in-chief sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intent to 
arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. In his award, the arbitrator finds (1) 
that the evidence is insufficient to establish a prior public use 
bar under 35 U.S.C. 102(b) against the junior party, (2) that 
the claims of the junior party corresponding to the count are 
patentable under 35 U.S.C. 103 over the prior art cited by the 
senior party to the junior party, and (3) that judgment on priority 
should be awarded to junior party. On the date for filing together 
with a motion requesting that the interference be terminated 
in view of the award. 

The motion would be granted and accordingly it would be 
held that the senior party is not entitled to a patent containing 
his claims corresponding to the count. After the termination 
of the proceeding, each party has the duty under 37 CFR 1.56 
to bring before the primary examiner the evidence concerning 
the purported public use bar and the prior art cited by the senior 
party and/or considered by the arbitrator. 
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Example 7 


Arbitration Practice—Award Grants Priority to Junior Party 
Contingent Upon Granting of Preliminary Motion Under 
1.633(C) 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. The junior party files a motion under 37 CFR 
1.633(c)(1) to substitute another count. The examiner-in-chief 
denies the motion, examines the preliminary statements and 
sets the testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and enter into an arbitration agreement which is 
approved by the examiner-in-chief. The agreement provides 
that any evidence to be submitted by the parties will be in the 
form of a stipulation under 37 CFR 1.672(e) and (f). The parties 
file a motion requesting that all the unexpired testimony times 
be extended to close concurrently on the date the record is due. 
The motion would be granted. 

On the date for filing the record, the junior party files his 
record and the award. The award states, inter alia, that if the 
Board at final hearing should grant the junior party’s motion 
under 37 CFR 1.633(c)(1) to substitute a new count, judgment 
should be awarded to the junior party based on the evidence. 
Otherwise, the award states that judgment should be awarded 
to the senior party. 

The examiner-in-chief sets the brief times and after the filing 
thereof the interference would be set for final hearing so that 
the Board can review the examinter-in-chief’s denial of the 
junior party’s motion under 37 CFR 1.633(c) and issue an 
appropriate judgment based on the award. 


Example 8 
Arbitration Practice—Award Attacked 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No preliminary motions are filed. The exam- 
iner-in-chief examines the preliminary statements and sets the 
testimony times. 

During the testimony period, the parties decide to arbitrate 
the interference, notify the examiner-in-chief of their intention 
to arbitrate and file an arbitration agreement which is approved 
by the examiner-in-chief. 

On the date for filing the record, both parties file their records. 
The junior party files the award which states that judgment 
should be awarded to him and a motion for judgment based 
on that award. The senior party files an opposition to the motion 
for judgment on the grounds (i) that the award contains errors 
of law, (ii) that the award was procured by “corruption, fraud 
or undue means” in violation of 9 U.S.C. 10(a), and (iii) that 
the arbitrator exhibited “evident partiality” in violation of 9 
U.S.C. 10(b) and was “guilty of misconduct * * * in refusing 
to hear evidence pertinent and material” to the interference, 
citing 9 U.S.C. 10(c). 

The Board would grant the judgment based on the award, 
holding that the senior party is not entitled to a patent containing 
his claims corresponding to the count. So long as the award 
is in compliance with the provisions of § 1.690, it would carry 
a presumption that the arbitrator acted properly in all respects. 
Consequently, before the PTO the award is binding upon the 
parties and the junior party is prima facie entitled to a judgment 
in its favor. Thus, no action lies in the PTO as regards the 
matter raised by the senior party. The senior party’s action lies 
in an appropriate United States district court and the PTO would 
take any action consistent with the court’s decision. 


Example 9 
Arbitration Practice—Award Cannot Modify Board’s Final 
Decision 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
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examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of their intent to arbitrate 
nor do they file a copy of the agreement in the interference. 
Both parties timely file their records and briefs. Both waive 
oral argument. The Board enters a final decision after consider- 
ation of the evidence in favor of the senior party. 

The junior party requests reconsideration of the Board’s final 
decision, submits a copy of the arbitration award and moves 
that the Board set aside its final decision and enter judgment 
in his favor based on the award. In support of its request, the 
junior party cites 9 U.S.C. 9, which provides that “any party 
to the arbitration may apply to the court so specified for an 
order confirming the award” and 35 U.S.C. 135(d) which pro- 
vides that title 9 applies to interference arbitrations. 

The Board would deny the motion to set aside. The parties 
did not comply with § 1.690(a), i.e., notify the examiner-in- 
chief in writing of their intention to arbitrate and file a copy 
of the arbitration agreement within twenty (20) days of its 
execution. The denial of the motion is an appropriate sanction 
under 37 CFR 1.616. Such action by the Board is considered 
consistent with long-standing interference practice. Cf. Hum- 
phrey v. Fickert, 1904 Dec. Comm’r. Pat. 447 (Comm’r. 1904) 
wherein the Board, after it had considered the evidence, refused 
to set aside its award of priority to Fickert and act upon the 
Fickert’s concession of priority in favor of Humphrey, the 
losing party. 


Example 10 


Arbitration Award Filed With Record—No Notice to Exam- 
iner-In-Chief 


An interference is declared on or after Feb. 11, 1985. The 
examiner-in-chief sets a time in accordance with 37 CFR 1.611 
for filing preliminary motions under 37 CFR 1.633 and prelimi- 
nary statements. No motions are filed. The examiner-in-chief 
examines the preliminary statements and sets the testimony 
times. 

During the testimony period, the parties decide to arbitrate 
the interference and enter into an arbitration agreement. Neither 
party notifies the examiner-in-chief of the agreement. The 
junior party timely files its record together with a copy of the 
arbitration award and a motion for judgment based on the 
award. 

The motion would be denied. Under the provisions of 37 
CFR 1.616, the examiner-in-chief would place both parties 
under an order to show cause why judgment should not be 
rendered against them for their failure to comply with 1.690(a), 
i.e., failing to notify him of their intent to arbitrate and file a 
copy of the arbitration agreement. 


Discussion of Comments 


One commentor suggested that the expression “An interfer- 
ence or any aspect thereof shall be arbitrated” in part (b) of 
proposed § 1.690 might be construed as going beyond the terms 
of the statute by authorizing an examiner-in-chief to require 
the parties to arbitrate an interference, and proposed that the 
quoted language be changed to “An arbitration proceeding 
under this section shall be conducted.” To eliminate any pos- 
sible misconstruction of the rule, this proposal has been adopted. 

A second commentor suggested, by telephone, that a provi- 
sion be added to proposed § 1.690 requiring that the arbitrator 
be familiar with United States interference practice, and that 
United States law be applied by the arbitrator in making the 
determination. He expressed the fear that a foreign arbitrator 
might reach a result contrary to established domestic law. 

This suggestion has not been adopted. It is incumbent upon 
the parties to select the arbitrator, and to satisfy themselves as 
to his or her qualifications. Presumably if the arbitrator’s deci- 
sion is contrary to established law, any resulting patent would 
be subject to attack on that ground by a third party in subsequent 
litigation. 

Another commentor stated that, with the arbitration rule, the 
PTO was “attempting to apply a band-aid to a system which 
cannot be cured by application of a band-aid,” and that the 
first-to-file system should be adopted in place of the first-to- 
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invent system. This suggestion is obviously far beyond the 
scope of the rule change under consideration. The first-to- 
invent system is mandated by statute and could not be replaced 
merely by a change in the rules. The purpose of § 1.690 is to 
establish a specific procedure governing the optional arbitration 
of interferences provided by section 105 of Pub. L. 98-622. 


Other Considerations 


This rule does not have a significant impact on the quality of 
the human environment or the conservation of natural resources. 

The rule is in conformity with the requirements of the Regula- 
tory Flexibility Act (Pub. L. 96-354), Executive Order 12291, 
and the Paperwork Reduction Act of 1980, 44 U.S.C. 3501 et 
seq. 

The General Counsel of the Department of Commerce certi- 
fied to the Small Business Administration that the rule will not 
have a significant adverse economic impact on a substantial 
number of small entities (Regulatory Flexibility Act. Pub. L. 
96-354) because arbitration intended to minimize expenses in 
interference cases. 

The Patent and Trademark Office has determined that this 
rule is not a major rule under Executive Order 12291. The 
annual effects on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, federal, state or local government agen- 
cies, or geographic regions. There will be no significant adverse 
effects on competition, employment, investment, productivity, 
innovation, or on the ability of United States-based enterprises 
to compete with foreign-based enterprises in domestic or export 
markets. 

The rule will not impose a burden under the Paperwork 
Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no record 
keeping or reporting requirements within the coverage of the 
Act are placed upon the public. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Authority delega- 
tions, Conflicts of interest, Courts, Inventions and patents, Law- 
yers. 

For the reasons set out in the preamble and under the authority 
given to the Commissioner of Patents and Trademarks by 35 
U.S.C. 6 and 135, Part | of Title 37 CFR is amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6 unless otherwise noted. 
2. New § 1.690 is added to Subpart E to read as follows: 
§ 1.690 Arbitration of Interferences. 


(a) Parties to a patent interference may determine the interfer- 
ence or any aspect thereof by arbitration. Such arbitration shall 
be governed by the provisions of Title 9, United States Code. 
The parties must notify the Board in writing of their intention 
to arbitrate. An agreement to arbitrate must be in writing, 
specify the issues to be arbitrated, the name of the arbitrator 
or a date not more than thrity (30) days after the execution of 
the agreement for the selection of the arbitrator, and provide 
that the arbitrator’s award shall be binding on the parties and 
that judgment thereon can be entered by the Board. A copy of 
the agreement must be filed within twenty (20) days after its 
execution. The parties shall be solely responsible for the selec- 
tion of the arbitrator and the rules for conducting proceedings 
before the arbitrator. Issues not disposed of by arbitration will 
be resolved in accordance with the procedures established in 
37 CFR, Subpart E of Part 1, as determined by the examiner- 
in-chief. 

(b) An arbitration proceeding under this section shall be 
conducted within such time as may be authorized on a case- 
by-case basis by an examiner-in-chief. 

(c) An arbitration award will be given no consideration unless 
it is binding on the parties, is in writing and states in a clear 
and definite manner (1) the issue or issues arbitrated and (2) 
the disposition of each issue. The award may also include a 
statement of the grounds and reasoning in support thereof. 
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Unless otherwise ordered by an examiner-in-chief, the parties 
shall give notice to the Board of an arbitration award by filing 
within twenty (20) days from the date of the award a copy of 
the award signed by the arbitrator or arbitrators. When an award 
is timely filed, the award shall, as to the parties to the arbitration, 
be dispositive of the issue or issues to which it relates. 

(d) An arbitration award shall not preclude the Office from 
determining patentability of any invention involved in the inter- 
ference. 

Mar. 16, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[FR Doc. 87-9373 Filed 4-24-87; 8:45 am] 
BILLING CODE 3510-16-M 


[1080 OG 15] 


Patent and Trademark Office 
37 CFR Parts 1 and 10 
[Docket No. 910764-1306] 
RIN: 0651-AA27 


(143) 


Duty of Disclosure 


Agency: Patent and Trademark Office, Commerce 

Action: Notice of final rulemaking. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice in patent cases to (1) clarify the 
duty of disclosure for information required to be submitted 
to the Office; (2) provide flexible time limits for submitting 
information disclosure statements including the requirement 
for a fee in certain cases; (3) eliminate consideration of duty 
of disclosure issues by the Office except in disciplinary and 
interference proceedings, and under other limited circum- 
stances; and (4) eliminate the striking of patent applications 
which are improperly executed. The Office further is amending 
the Patent and Trademark Office Code of Professional Respon- 
sibility to define as misconduct a failure to comply with the 
rules on duty of disclosure. The rules as adopted strike a balance 
between the need of the Office to obtain and consider all known 
relevant information pertaining to patentability before a patent 
is granted and the desire to avoid or minimize unnecessary 
complications in the enforcement of patents. 

Effective Date: March 16, 1992. These rules will be applicable 
to all applications and reexamination proceedings pending or 
filed after the effective date. 

For Further Information Contact: By telephone Charles E. Van 
Horn (703-305-9054) or J. Michael Thesz (703-305-9384) or 
by mail addressed to Commissioner of Patents and Trademarks, 
Washington, D.C. 20231, and marked to the attention of Charles 
E. Van Horn (Crystal Park 2 - Room 919). 

Supplementary Information: A notice of proposed rulemaking 
on duty of disclosure and practitioner misconduct published in 
the Federal Register at 54 FR 11334 (March 17, 1989), and in 
the Patent and Trademark Office Official Gazette at 1101 Off. 
Gaz. Pat. Off. 12 (April 4, 1989), was withdrawn. On August 
6, 1991, the Office published in the Federal Register a notice 
of proposed rulemaking relating to duty of disclosure. 56 FR 
37321 The notice was also published in the Official Gazette. 
1129 Off. Gaz. Pat. Off. 52 (August 27, 1991). Sixty written 
comments were received in response to the notice of proposed 
rulemaking. A public hearing was held on October 8, 1991. 
Eleven individuals offered oral comments at the hearing. The 
sixty written comments and a copy of the transcript of the 
hearing are available for public inspection in the Office of the 
Assistant Commissioner for Patents, Room 919, Crystal Park 
Il, 2121 Crystal Drive, Arlington, VA. 

Familiarity with the notice of proposed rulemaking is 
assumed. Changes in the text of the rules published for comment 
in the notice of proposed rulemaking are discussed. Comments 
received in writing and at the public hearing in response to the 
notice of proposed rulemaking are discussed. 

The rules as adopted shall take effect as to all applications 
and reexamination proceedings either pending or filed on or 
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after the effective date of these rules. Thus, any information 
disclosure statement that is filed on or after that date must 
comply with the provisions of §§ 1.97 and 1.98 to be entitled 
to consideration. 


Changes in Text: The final rules contain several changes to 
the text of the rules as proposed for comment. Those changes 
are discussed below. 

Section 1.17(i)(1) has been changed from the proposed text 
to reflect the recent increase in the amount of the fee for filing 
a petition from $120.00 to $130.00. 

Section 1.56(a) has been clarified to indicate that the duty 
of an individual to disclose information is based on the knowl- 
edge of that individual that the information is material to patent- 
ability. A sentence has been added to § 1.56(a) to express the 
principle that the Office does not condone the granting of a 
patent on an application in connection with which fraud on the 
Office was practiced or attempted or the duty of disclosure 
was violated through bad faith or intentional misconduct. In 
addition, § 1.56(a) as proposed has been changed to indicate 
that if all information material to patentability of any claim 
issued in a patent is cited by the Office or submitted to the 
Office in the manner prescribed by §§ 1.97(b)-(d) and 1.98, 
the Office will consider as satisfied the duty to disclose to the 
Office all information known to be material to patentability, 
as contrasted to the broader duty of candor and good faith. 
This rule does not attempt to define the spectrum of conduct 
that would lack the candor and good faith in dealing with the 
Office which is expected of individuals who are associated 
with the filing or prosecution of a patent application. 

In § 1.56(b), the phrase “or being made of record” has been 
inserted to make it clear that information is not material to 
patentability within the meaning of § 1.56 if it is cumulative 
to either information already of record in the application or 
contemporaneously being made of record by applicant. For 
example, there would be no benefit to the Office for applicant 
to submit to the Office 10 different documents having the same 
teaching simply because the information was not cumulative 
to the information already of record. 

The term “creates” has been replaced by the term “estab- 
lishes” in § 1.56(b)(1). In addition, the definition of a prima 
facie case of unpatentability, as set out in the preamble of the 
notice of proposed rulemaking, has been incorporated into the 
tule itself. A prima facie case of unpatentability of a claim is 
established when the information compels a conclusion that 
the claim is unpatentable 
(1) under the preponderance of evidence, burden-of-proof stan- 

dard, 
(2) giving each term in the claim its broadest reasonable con- 
struction consistent with the specification, and 
(3) before any consideration is given to evidence which may 
be submitted in an attempt to establish a contrary conclusion 
of patentability. 
This prima facie standard conforms to the standard used by an 
examiner to determine whether a claim is prima facie unpatent- 
able. 
Section 1.56(b)(2) has been modified from the text of the 
proposed rule. The focus of this paragraph has been changed 
so that it now relates to information which either refutes, or 
is inconsistent with, a position that applicant takes in either 
(1) opposing an argument of unpatentability relied on by the 
Office, or 
(2) asserting an argument of patentability. 
The change from the proposed rule makes clear that information 
is material when it either refutes, or is inconsistent with, a 
position taken by applicant before the Office. 

Section 1.97(e) has been changed from the proposed text to 
make it clear that a certification could contain either of two 
statements. One statement is that each item of information in 
an information disclosure statement was cited in a search report 
from a patent office outside the U.S. not more than three months 
prior to the filing date of the statement. Under this certification, 
it would not matter whether any individual with a duty actually 
knew about any of the information cited before receiving the 
search report. In the alternative, the certification could state that 
no item of information contained in the information disclosure 
statement was cited in a communication from a foreign patent 
office in a counterpart foreign application or, to the knowledge 
of the person signing the certification after making reasonable 
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inquiry, was known to any individual having a duty to disclose 
more than three months prior to the filing of the statement. 

The changes to the text of § 1.97(e) as proposed place the 
appropriate priority on getting relevant information to the Office 
promptly, with minimum burden to applicant. The text of the 
proposal has also been changed by adding the phrase “after 
making reasonable inquiry” to make it clear that the individual 
making the certification has a duty to make reasonable inquiry 
regarding the facts that are being certified. For example, if an 
inventor gave a publication to the practitioner prosecuting an 
application with the intent that it be cited to the Office, the 
practitioner should inquire as to when that inventor became 
aware of the publication before submitting a certification under 
§ 1.97(e)(ii) to the Office. 

A new paragraph (h) has been added to the text of proposed 
§ 1.97. The purpose of new paragraph (h) is to ensure that no 
one could construe the mere filing of an information disclosure 
statement as an admission that the information cited in the 
statement is, or is considered to be, material to patentability 
as defined in § 1.56(b). It is in the best interest of the Office 
and the public to permit and encourage individuals to cite 
information to the Office without fear of making an admission 
against interest. 

In § 1.98(a)(2)(iii), the wording has been changed to make 
it clear that the requirement to submit a copy of each item of 
information listed in an information disclosure statement does 
not apply to the citation of a U.S. patent application. 

The requirement in proposed § 1.98(a)(3) for a concise expla- 
nation of the relevance of each item of information has been 
substantially changed by limiting the requirement in two signifi- 
cant ways. First, as adopted, the requirement is limited to 
information that is not in the English language. Second, the 
explanation required is limited to the relevance as understood 
by the individual designated in § 1.56(c) most knowledgeable 
about the content of the information at the time the information 
is submitted to the Office. Where the information listed is not 
in the English language, but was cited in a search report by a 
foreign patent office, the requirement for a concise explanation 
of relevance is satisfied by submitting an English language 
version of the search report. 

In § 1.98(d), the proposed text has been changed by adding 
the phrase “cited by or” to make it clear that legible copies of 
information listed in an information disclosure statement need 
not be submitted in a continuing application provided the infor- 
mation was either cited by or submitted to the Office in a prior 
application. A distinction between information cited by the 
Office or supplied by applicant to the Office serves no useful 
purpose in this situation. 

The text of proposed § 1.555 has been modified to limit the 
definition of information material to patentability in a reexami- 
nation proceeding to the types of information that an examiner 
could use in a reexamination proceeding to determine whether 
a claim was patentable, and to adopt other changes that parallel 
changes made in § 1.56. Proposed § 1.555(a) has been divided 
into two paragraphs. Paragraph (a), as adopted, substantially 
parallels the text of § 1.56(a) as adopted. It indicates that the 
duty to disclose information to the Office in a reexamination 
proceeding is a part of the duty of candor and good faith that 
is owed to the Office by individuals transacting business with 
the Office. It further states one way that an individual may 
discharge the duty to disclose information material to patent- 
ability in a reexamination proceeding - i.e., by filing an informa- 
tion disclosure statement with the items listed in § 1.98(a) as 
applied to individuals associated with the patent owner in a 
reexamination proceeding. Finally, the text of the rule has been 
changed to add a sentence that expresses the principle that a 
patent should not be granted on an application in connection 
with which fraud was practiced or attempted on the Office or 
there was any violation of the duty of disclosure through bad 
faith or intentional misconduct. 

New paragraph (b) of § 1.555 has been adopted to define 
information material to patentability in a reexamination pro- 
ceeding. Much like the definition in § 1.56(b), information is 
not material when it is cumulative to information of record or 
being made of record in the reexamination proceeding. Informa- 
tion is considered material when it satisfies either or both of 
the definitions in § 1.555(b). Under § 1.555(b)(1), information 
is material when it is a patent or printed publication that estab- 
lishes, by itself or in combination with other patents or printed 
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publications, a prima facie case of unpatentability of a claim. 
This definition is limited to patents or printed publications 
because a reexamination proceeding must be based on patents 
or printed publications. 35 U.S.C. 302. 
The definition of a prima facie case of unpatentability of a 
claim pending in a reexamination proceeding has been provided 
in the rule. A prima facie case of unpatentability is established 
when the information compels a conclusion that a claim is 
unpatentable under the same principles that are applicable 
during ex parte examination of a patent application; namely 
(1) under the preponderance of evidence, burden-of-proof stan- 
dard, 

(2) giving each term in the claim its broadest reasonable con- 
struction consistent with the specification, and 

(3) before any consideration is given to evidence which may 
be submitted in an attempt to establish a contrary conclusion 
of patentability. 

Finally, the definition of information material to patentability 

in § 1.555(b)(2) has been added to parallel the provision in § 

1.56(b)(2). 

After reviewing the Office policy on whether to consider 
duty of disclosure and other inequitable conduct issues in inter- 
ference proceedings under 35 U.S.C. 135(a), including com- 
ments from the public directed to the statement in the notice 
of proposed rulemaking that the Office will not consider, eval- 
uate, or decide fraud or other inequitable conduct issues during 
an interference proceeding, a new Office policy has been 
adopted. Effective October 24, 1991, fraud and inequitable 
conduct issues will be considered when properly raised inter 
partes in patent interference cases. 1132 Off. Gaz. Pat. Off. 33 
(November 19, 1991). In addition, the Chairman of the Board 
of Patent Appeals and Interferences has issued a notice that 
provides guidance on how an issue of fraud or other inequitable 
conduct can be raised in an interference proceeding. 1133 Off. 
Gaz. Pat. Off. 21 (December 10, 1991). 

Response to and Analysis of Comments: Sixty (60 written com- 
ments were received in response to the notice of proposed 
rulemaking. These comments, along with those made at the 
public hearing, have been analyzed. Some suggestions made 
in the comments have been adopted and others have been 
rejected. Responses to the comments follow. 

Comment 1. Nine comments indicated that the Office should 
not amend § 1.56 since it is presently in conformance to the 
materiality standard being applied by the Court of Appeals for 
the Federal Circuit. One comment questioned what practical 
value of the proposed rule would justify the burden of the 
change. 

Reply: The amendment to § 1.56 was proposed to address 
criticism concerning a perceived lack of certainty in the materi- 
ality standard. The rule as promulgated will provide greater 
clarity and hopefully minimize the burden of litigation on the 
question of inequitable conduct before the Office, while pro- 
viding the Office with the information necessary for effective 
and efficient examination of patent applications. 

Comment 2. One comment stated that the present rules should 
be maintained and strengthened since the public interest is hurt. 
more by an unjustly issued patent than by an unjustly denied 
patent. Another comment disagreed and argued that an unjustly 
denied patent can do great harm to society. 

Reply: The Office strives to issue valid patents. The Office has 
both an obligation not to unjustly issue patents and an obligation 
not to unjustly deny patents. Innovation and technological 
advancement are best served when an inventor is issued a patent 
with the scope of protection that is deserved. The rules as 
adopted serve to remind individuals associated with the prepara- 
tion and prosecution of patent applications of their duty of 
candor and good faith in their dealings with the Office, and will 
aid the Office in receiving, in a timely manner, the information it 
needs to carry out effective and efficient examination of patent 
applications. 

Comment 3. Two comments stated that the rule should not 
permit applicants to draft claims and a specification to avoid 
a prima facie case of obviousness over a reference and then 
to be able to withhold the reference from the examiner. 
Reply: The comments reflect a correct reading of the rule in 
that information is not material unless it comes within the 
definition of § 1.56(b)(1) or (2). If information is not material, 
there is no duty to disclose the information to the Office. The 
Office believes that most applicants will wish to submit the 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 455 
(143) 


information, however, even though they may not be required 
to do so, to strengthen the patent and avoid the risks of an 
incorrect judgment on their part on materiality or that it may 
be held that there was an intent to deceive the Office. 
Comment 4. One comment stated that promulgation of the 
proposed rule would result in a significant decrease in the 
quantity of art cited to the Office because there will be no duty 
to cite art relevant to a pending claim. 

Reply: The Office does not anticipate any significant change 
in the quantity of information cited to the Office after promulga- 
tion of amended § 1.56. Presumably, applicants will continue 
to submit information for consideration by the Office in applica- 
tions rather than making and relying on their own determina- 
tions of materiality. An incentive remains to submit the 
information to the Office because it will result in a strengthened 
patent and will avoid later questions of materiality and intent 
to deceive. In addition, the new rules will actually facilitate 
the filing of information since the burden of submitting informa- 
tion to the Office has been reduced by eliminating, in most 
cases, the requirement for a concise statement of the relevance 
of each item of information listed in an information disclosure 
statement. 

Comment 5. Several comments stated that an objective “but 
for” standard would be preferable to the proposed rule. The 
objective “but for” standard would presumably consider infor- 
mation as a court does in an infringement proceeding with a 
clear and convincing, burden-of-proof standard, giving the 
terms in each claim a narrow construction where necessary to 
uphold validity. 

Reply: The Office believes that amended § 1.56 will provide 
a reasonable balance between the needs of applicants and of 
the Office. The suggested “but for” standard would not cause 
the Office to obtain the information it needs to evaluate patent- 
ability so that its decisions may be presumed correct by the 
courts. If the Office does not have needed information, mean- 
ingful examination of patent applications will take place for 
the first time in an infringement case before a district court. 
Courts will become increasingly less confident of the Office’s 
product if they get the impression that practitioners and inven- 
tors can routinely withhold information from the Office, or that 
practitioners and inventors can make up their own minds about 
what is patentable. The Office should decide, in the first 
instance, what is patentable and any decision should be made 
with the best information available, including that known by 
the applicant. The Office notes that the House of Delegates of 
the American Bar Association twice, once in 1990 and again 
in 1991, refused to adopt a resolution favoring adoption of the 
“but for” standard. 

Comment 6. One comment argued that proposed § 1.56 does 
not relate to “the conduct of proceedings in the Patent and 
Trademark Office” (35 U.S.C. 6(a)) since the Office does not 
intend to reject applications as indicated by the cancellation of 
paragraphs (c) through (i) of current § 1.56. 

Reply: The amendment to § 1.56 comes within the authority 
of the Commissioner for establishing regulations. Norton v. 
Curtiss, 433 F.2d 779, 167 USPQ 532 (CCPA 1970). The 
Office has reserved its inherent authority to reject an application 
under appropriate circumstances where fraud or other inequi- 
table conduct has occurred. Also, the Office will consider fraud 
and inequitable conduct when properly raised in interference 
proceedings under 35 U.S.C. 135(a). The Office will also con- 
sider fraud and inequitable conduct in connection with attorney 
conduct under § 10.23(c). 

Comment 7. One comment stated that § 1.56 should require 
only anticipatory art to be submitted during examination of an 
application, with a procedure such as reexamination being used 
after discovery in any litigation on the patent has revealed all 
available art. 

Reply: An application is examined under all appropriate sections 
of Title 35, United States Code, and a presumption of validity 
attaches to a patent with regard to all aspects of patentability, 
including anticipation. 35 U.S.C. 282. Therefore, § 1.56 should 
address more than just the submission of anticipatory informa- 
tion, including information relevant to patentability under 35 
U.S.C. 103 and 35 U.S.C. 112. 

Comment 8. One comment suggested that proposed § 1.56 has 
some dangerous implications since courts are going to find 
violations of the duty of disclosure if §§ 1.97 and 1.98 are not 
complied with completely. 
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Reply: Section 1.56 provides that the duty of disclosure can 
be met by submitting information to the Office in the manner 
prescribed by §§ 1.97 and 1.98. Sections 1.97 and 1.98 are 
being amended so that information will be submitted to the 
Office in the manner and at the time which will facilitate 
consideration by the examiner. Applicants are provided cer- 
tainty as to when information will be considered, and applicants 
will be informed when information is not considered. The 
Office does not believe that courts should, or will, find viola- 
tions of the duty of disclosure because of unintentional non- 
compliance with §§ 1.97 and 1.98. If the non-compliance is 
intentional, however, the applicant will have assumed the risk 
that the failure to submit the information in a manner that will 
result in its being considered by the examiner may be held to 
be a violation. 

Comment 9. Two comments stated that the Office should not 
delete the offense of attempted fraud from the § 1.56. The 
comments stated that elimination of the reference to “gross 
negligence” in current § 1.56 would be sufficient to protect 
the practitioner who delays submission of information with no 
intent to deceive the Office. One of the comments stated that 
the disciplinary rules alone are not sufficient to deter attempted 
fraud or inequitable conduct. 

Reply: The language of §§ 1.56(a) and 1.555(a) has been modi- 
fied to retain the provisions of prior § 1.56(d) to indicate that 
the Office does not condone fraud, attempted fraud, or violation 
of the duty of disclosure through bad faith or intentional miscon- 
duct. 

Comment 10. One comment stated that the appropriate stan- 
dards for the duty of candor are analogous to fiduciary law 
which requires the fiduciary to disclose not only known facts, 
but also facts which it should have known, i.e., a negligence 
standard. The comment argued that it was undesirable to mea- 
sure duty of candor or fraud by a reduced measure of “intent” 
instead of an objective negligence standard since the Office is 
not bound by the U.S. Court of Appeals for the Federal Circuit 
decision in Kingsdown Medical Consultants, Ltd. v. Hollister, 
Inc., 863 F.2d 867, 9 USPQ2d 1384 (Fed. Cir. 1988) (en banc), 
cert. denied, 490 U.S. 1067 (1989), and since the proposed 
standard is no more objective than alternative standards but is 
simply narrower and more certain. Another comment suggested 
that the Office should indicate that there is no intention to 
change the Kingsdown ruling. 

Reply: Section 1.56 has been amended to present a clearer 
and more objective definition of what information the Office 
considers material to patentability. The rules do not define 
fraud or inequitable conduct which have elements both of mate- 
riality and of intent. The Office does not advocate any change 
to the Kingsdown ruling. 

Comment 11. Two comments stated that the proposed modifica- 
tion of § 1.56 would make submission of information to the 
Office an implied admission of the prima facie unpatentability 
of a claim. Several comments suggested that a sentence should 
be added to proposed § 1.56 to specify that submission of 
information to the Office under this section shall not be deemed 
to be an admission or representation that the information is 
material to patentability. 

Reply: The suggestions in the comments have been adopted by 
modifying § 1.97 which deals with submission of information to 
the Office. Paragraph (h) of § 1.97 now provides that the filing 
of an information disclosure statement shall not be considered 
to be an admission that the information cited in the statement 
is, or is to be considered to be, material to patentability as 
defined in § 1.56. 

Comment 12. One comment stated that the proposed § 1.56 
definition would be difficult to apply in litigation in which a 
different burden-of-proof standard is applied. 

Reply: The definition of information material to patentability 
includes standards which are familiar to the Federal courts and 
which are capable of being handled like other issues. 
Comment 13. One comment suggested that the last sentence 
of proposed § 1.56( a), in which the Office encourages appli- 
cants to carefully examine prior art cited in foreign search 
reports and the closest known information, be removed from 
the rule and be placed in the preamble discussion so as to avoid 
the interpretation that the sentence creates a duty for applicants. 
Reply: The suggestion is not adopted. The sentence does not 
create any new duty for applicants, but is placed in the text of 
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the rule as helpful guidance to individuals who file and prose- 
cute patent applications. 

Comment 14. Three comments stated that the language of pro- 
posed § 1.56(a) required revision to remove all statements or 
suggestions which might allow a court to consider a pending 
(i.e., unissued) claim for the purpose of determining whether 
the duty of disclosure requirement was met in view of the fact 
that the proposed rule was intended to indicate that there is no 
duty to disclose information which is material to a pending 
claim unless that claim ultimately issues in a patent. One com- 
ment argued that a court might interpret “the duty of candor and 
good faith” to be broader than the particular duty of disclosure 
specified in other portions of the proposed rule. 

Reply: The language of §§ 1.56 and 1.555 has been modified 
to emphasize that there is a duty of candor and good faith 
which is broader than the duty to disclose material information. 
Section 1.56 further states that “no patent will be granted on 
an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct.” 

Comment 15. One comment suggested that proposed § 1.56(a) 
be modified to clarify that both information and its materiality 
must be known before there is a duty to disclose the information. 
Reply: The Office considers the language of § 1.56(a) to be 
sufficiently clear in referring to a “duty to disclose to the 
Office all information known to that individual to be material 
to patentability as defined in this section.” If information is 
known to be material, it inherently must be known. Likewise, 
if information is not known to an individual, there is no duty 
to disclose the information whether it is material or not. 
Comment 16. One comment stated that it should be made clear 
that “known” is limited to contemporaneous knowledge since 
a practitioner may have known something ten years ago but 
may not remember it presently. 

Reply: Section 1.56 states that each individual associated with 
the filing and prosecution of a patent application has a duty to 
disclose all information known to that individual to be material 
to patentability as defined in the section. Thus, the duty applies 
to contemporaneously or presently known information. The 
fact that information was known years ago does not mean that 
it was recognized that the information is material to the present 
application. 

Comment 17. One comment suggested that proposed § 1.56(a) 
be modified to state that the duty of disclosure ends when an 
application becomes abandoned or allowed. 

Reply: Paragraph (a) of § 1.56 states that the duty to disclose 
information exists until the application becomes abandoned. 
The duty to disclose information, however, does not end when 
an application becomes allowed but extends until a patent is 
granted on that application. The rules provide for information 
being considered after a notice of allowance is mailed and 
before the issue fee is paid (§ 1.97(d)) and for an application 
to be withdrawn from issue after the issue fee has been paid. 
An application may be withdrawn from issue because one or 
more claims are unpatentable (§ 1.313(b)(3)) or an application 
may be withdrawn from issue and abandoned so that informa- 
tion may be considered in a continuing application before a 
patent issues (§ 1.313(b)(5)). 

Comment 18. Three comments stated that the first two sentences 
of proposed § 1.56(a) should be deleted since rules should 
simply instruct practitioners what to do without discussion of 
why they should do it or the philosophy involved. 

Reply: The suggestion has not been adopted since the sentences 
aid in the understanding of the rule and will provide those 
involved in enforcing patents with an indication of the policy 
on which the rule is based. 

Comment 19. One comment stated that §§ 1.56(a)(2) and (c) 
should be modified to refer to “individuals substantively associ- 
ated with” the filing or prosecution of the patent application. 
Reply: The suggestion is not adopted since the proposed rule 
language is clear and the suggested modification would create 
a redundancy with the language of § 1.56(c)(3). The individuals 
designated in §§ 1.56(c)(1) and (2) as being associated with 
the filing or prosecution of a patent application within the 
meaning of the section are inherently substantively involved 
in the preparation or prosecution of the application. 
Comment 20. One comment stated that proposed § 1.56(b) 
should be modified to clarify that information is not material 
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if it is cumulative to information already of record in an applica- 
tion or to information concurrently being made of record. 
Reply: The suggestion has been adopted by adding a reference 
to information being made of record with regard to cumulative 
information in §§ 1.56(b) and 1.555(b). 

Comment 21. One comment stated that the preamble discussion 
(of § 1.56(b)) should indicate that test results in situations such 
as tests involving biological systems may properly be submitted 
as averages rather than as individual test runs. 

Reply: Whether test results can be submitted as averages rather 
than as individual test runs depends on whether doing so would 
provide to the Office the information needed to make a proper 
determination on patentability. If the actual results are provided, 
the examiner can make an independent determination on 
whether some rejection is appropriate. In some cases providing 
averages might be misleading, but in other cases providing 
averages might be appropriate. 

Comment 22. One comment stated that the definition of materi- 
ality in proposed § 1.56(b) imposes substantial new burdens 
on applicants who would be required to disclose failed experi- 
ments, papers published less than one year prior to filing and 
experimental public uses even if they clearly are refutable 
and will not affect patentability. One comment stated that the 
proposed rule would require applicants to incur added expense 
for affidavits and comparison tests. Five comments stated that 
the Office should not require applicants to present results from 
clearly invalid tests since this would be contrary to usual scien- 
tific practice. One comment argued that information should not 
be required to be submitted if there was no doubt that it would 
not preclude patentability, e.g., where common ownership 
existed so that the exception of 35 U.S.C. 103, second para- 
graph, would apply. 

Reply: The definition of materiality in § 1.56 does not impose 
substantial new burdens on applicants, but is intended to provide 
the Office with the information it needs to make a proper and 
independent determination on patentability. It is the patent 
examiner who should make the determination after considering 
all the facts involved in the particular case. The comments 
reflect that the Office objective of clarifying what information 
the Office considers to be material has been accomplished by 
the amendment of the rules. 

Comment 23. One comment suggested that § 1.56 should con- 
fine the duty of disclosure to references known to applicant or 
the practitioner representing applicant and not found in prior 
art materials in the Office. 

Reply: This suggestion is not adopted since information may 
be in the Office but not in the application file. It is not reasonable 
to assume that an examiner knows of a particular item of 
information or appreciates its relevance to a particular invention 
simply because it exists somewhere in the Office. 

Comment 24. One comment stated that the language “or in 
combination with other information” should be removed from 
proposed § 1.56(b)(1) because it was unworkable to require 
an applicant to combine references against its own claims, 
especially since, according to the commentator, examiners and 
the Board of Patent Appeals and Interferences frequently mis- 
apply the law. Another comment stated that the language creates 
an open field for litigators to claim that an inordinate number 
of references could be combined. 

Reply: The rule does not require an applicant to combine refer- 
ences against its own claims. The applicant can submit informa- 
tion to the Office for the examiner’s consideration whether the 
information is considered material or not. The fact that the 
teachings of a large number of references must be combined 
for a prima facie case of obviousness does not by itself weigh 
against a holding of obviousness. See Jn re Gorman. 933 F.2d 
982, 18 USPQ2d 1885 (Fed. Cir. 1991). 

Comment 25. Four comments stated that the definition of “prima 
facie case of unpatentability” § 1.56(b)(1)) should be included 
in the rule itself. One comment said that the definition should 
not be included in the rule. 

Reply: The definition has been included in the rule for clarity. 
Comment 26. One comment stated that the proposed § 
1.56(b)(1) placed a burden on the practitioner to analyze refer- 
ences that is inappropriate and contradictory to a practitioner’s 
responsibility to his client. 

Reply: The rule itself does not place a burden on the practitioner 
to analyze references. Information can be submitted to the 
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Office in accordance with §§ 1.97 and 1.98, and the examiner 
will consider the references. 

Comment 27. One comment questioned whether an applicant 
would be charged with withholding material information if 
the “other information” (§ 1.56(b)(1)) necessary to cause an 
undisclosed reference to become material is unknown to the 
applicant. Another comment suggested that the language should 
be changed to read “other known information” to show that 
the information must be known to applicant to give rise to a 
duty of disclosure. 

Reply: Paragraph (b) of § 1.56 defines information material to 
patentability. While information may be material under the 
definition, there is no duty on an individual to disclose the 
information if the information is unknown to the individual (§ 
1.56(a)). 

Comment 28. One comment suggested that defining materiality 
in § 1.56(b) in terms of prima facie unpatentability would 
permit a conspiracy of silence in which (1) the applicant knows 
of information but is incapable of making the legal analysis to 
determine whether the information is material and (2) the patent 
practitioner, who is equipped to determine whether information 
is material, does not know of the information and does not ask. 
Thus, it is argued there would be no violation of the duty of 
disclosure which requires knowledge of both information and 
its materiality. 

Reply: The Office has set forth what information should be 
submitted so that the Office can make a proper determination 
on patentability. The term “conspiracy” has the connotation of 
unlawfulness which would not be consistent with the duty of 
candor and good faith required in dealings with the Office. 
Comment 29. One comment suggested that proposed § 
1.56(b)(1) should be revised to read “in combination with other 
information already of record in the application” to avoid the 
possibility that undisclosed material could be considered mate- 
rial in subsequent litigation when combined with information 
not known at the time of the prosecution to any person substan- 
tively involved in the preparation or prosecution of the applica- 
tion. 

Reply: Paragraph (a) of § 1.56 makes it clear that the Office 
recognizes that the duty to disclose material information is 
limited to such information which is known by an individual 
substantively involved in the preparation or prosecution of the 
application. Thus, while information may be material under 
the definition of § 1.56(b)(1), there can be no duty to disclose the 
information if it is material only in combination with unknown 
information. 

Comment 30. One comment stated that proposed § 1.56(b) 
should be modified so that paragraph (b)(1) refers to informa- 
tion that renders a claim unpatentable (“but for’’), paragraph 
(b)(2) remains as proposed, and a paragraph (b)(3) is added to 
include the definition of materiality as “the closest information 
over which any pending claim patentably defines.” This com- 
ment suggested that this modified definition would have the 
advantage of not requiring the applicant to submit references 
which applicant knows are immaterial and to then engage in 
“straw man” arguments based on such references. 

Reply: The suggested modification to § 1.56 has not been 
adopted. The suggested language would seemingly require 
information to be filed in each application, whether the informa- 
tion is relevant or not, since the “closest information” would 
be required. Section 1.56 does not require information which 
is not relevant to be submitted, but only information which 
meets the definition of material as set out in the rule. 
Comment 3]. One comment stated that if proposed § 1.56(b)(1) 
is promulgated, there would be no need for proposed § 
1.56(b)(2) with regard to information which would make a 
prima facie case of unpatentability and other information 
required by paragraph (b)(2) might be obscure. Another com- 
ment argued that paragraph (b)(2) was unnecessary, confusing 
and ambiguous and suggested changes in the language to make 
the requirement clear and less ambiguous. 

Reply: The suggestion as to the language change to § 1.56(b)(2) 
has been adopted. The final rule language avoids the perceived 
problem of requiring an applicant to submit information sup- 
porting a position taken by the examiner. It is not appropriate, 
however, to eliminate paragraph (b)(2) because it is an essential 
part of the definition of information material to patentability 
and will help to ensure that all material facts are brought to 
the attention of the examiner during the examination process. 
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Comment 32. One comment questioned the language of pro- 
posed § 1.56(b)(2) as to how an applicant could consider a 
prior art reference as supporting a position of unpatentability 
taken by the Office while at the same time disputing that 
interpretation. 

Reply: The language of § 1.56(b)(2) has been modified to clarify 
that information is material to patentability if it refutes, or is 
inconsistent with, a position the applicant takes in (1) opposing 
an argument of unpatentability relied on by the Office, or (2) 
asserting an argument of patentability. 

Comment 33. One comment stated that § 1.56(b)(2) was flawed 
in requiring a duty to conduct a file search to make sure that 
no information exists which even arguably contradicts a posi- 
tion taken or to be taken in response to the examiner, or which 
supports the examiner’s position which may be improper. 
Reply: Section 1.56(b)(2) does not require a search of files. 
Under § 1.56(a), the duty of disclosure is confined to that 
information which is known to an individual to be material as 
defined in paragraph (b). 

Comment 34. One comment stated that proposed § 1.56(c) 
should be modified so that the duty of any individual designated 
as having a duty of disclosure would terminate when such 
individual ceases to be substantively involved in the preparation 
or prosecution of the application. The comment used, as an 
example, an inventor who would not be aware of art cited by 
the examiner which would cause information known to the 
inventor to fall within the definition of materiality for the first 
time. 

Reply: The suggestion in the comment is not adopted. The duty 
to disclose information material to patentability rests on the 
individuals designated in § 1.56(c) until the application issues 
as a patent or becomes abandoned. Paragraph (a) of § 1.56 
makes it clear, however, that each individual has a duty to 
disclose only information which is known to that individual to 
be material. 

Comment 35. One comment stated that proposed § 1.56(c)(3) 
should not include the assignee, or anyone to whom there is 
an obligation to assign the application, in the class of those 
who have a duty to disclose material information since there 
might be a “witch hunt” during litigation to find one employee 
with knowledge of, or possession of, information that should 
have been disclosed. 

Reply: No modification to § 1.56(c)(3) is needed since § 1.56 
sets forth that only individuals who are associated with the 
filing and prosecution of a patent application have a duty of 
candor and good faith, including a duty to disclose to the Office 
all information known to be material to patentability. 
Comment 36. One comment stated that proposed § 1.56(d) 
should be revised to expressly allow an inventor to satisfy the 
duty by disclosing information to the practitioner who prepares 
or prosecutes the application so that redundant information 
disclosure statements will not be required from both the inventor 
and the attorney or agent. 

Reply: The suggestion in the comment is not adopted since the 
duty as described in § 1.56 will be met as long as the information 
in question was cited by the Office or submitted to the Office 
in the manner prescribed by §§ 1.97(b)-(d) and 1.98 before 
issuance of the patent. Statements from both an inventor and 
the practitioner are not required to be submitted. 

Comment 37. One comment stated that proposed §§ 1.52(c) 
and 1.67(c) should be modified to either (1) expressly permit 
alterations to be made in an application subsequent to the 
signing of the oath or declaration if a supplemental oath or 
declaration is later submitted, or (2) more properly, prohibit 
such alterations since if alterations are desirable, they can be 
made and the application can be filed with an unsigned oath 
or declaration. Another comment stated that willfully filling 
out false oaths should never be condoned. 

Reply: The Office does not condone willfully filling out false 
oaths. Further, § 10.23(c))(11) indicates that the Office con- 
siders it misconduct for a practitioner to knowingly file or 
cause to be filed an application containing a material alteration 
made after the signing of an accompanying oath or declaration 
without identifying the alteration. The Office will not consider 
striking an application in which an alteration was made, but a 
supplemental oath or declaration is required to be filed in an 
application containing alterations made after the signing of the 
oath or declaration. 
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Comment 38. One comment stated that the implementation of 
proposed §§ 1.63(b)(3) and 1.175(a)(7) allows for a two-month 
delay in the deadline for requiring declarations complying 
therewith. 

Reply: The averments in oath or declaration forms presently 
in use that comply with the previous § 1.63 or § 1.175 will 
also comply with the requirements of the new rules. Therefore, 
the Office will continue to accept the old oath or declaration 
forms as complying with the new rules. 

Comment 39. Five comments questioned the need for the pro- 
posed rules since statistics show that information disclosure 
statements are submitted early in prosecution and questioned 
what new service is being provided for the proposed fee in § 
1.97. 

Reply: The Office desires to continue to encourage information 
to be submitted promptly so that it can be considered by the 
examiner when the first Office action is prepared. Some people 
have expressed a desire to have the option of waiting to submit 
information until after the first Office action, without concern 
that they will be subject to a charge of inequitable conduct. 
Section 1.97(c), as amended, will provide this option to appli- 
cants in that information will be considered later than three 
months after the filing date of the application (§ 1.97(a) prior 
to amendment) without a showing of promptness (prior § 1.99). 
The fee will compensate the Office for the added expense 
caused by the late submission of the information and will serve 
as a disincentive to the intentional withholding of information 
even for a short period of time. 

Comment 40. Two comments suggested that proposed § 1.97(a) 
be modified so that the mechanism of proposed § 1.98 would 
not be the only acceptable technique for submitting information. 
Reply: The Office has set forth the minimum requirements for 
information to be considered in §§ 1.97 and 1.98. These rules 
will provide certainty for the public of exactly what the require- 
ments are, when the Office will consider information and when 
the Office will not consider information. Thus, applicants are 
provided with means for complying with the duty of disclosure 
by following the rules. If information is submitted in a manner 
so that it is not considered by the Office, applicant will assume 
the risk that a court might find a violation of the duty of candor 
and good faith which includes the duty to disclose material 
information. 

Comment 41. Four comments suggested that information which 
is recognized by applicant as being material after the period 
set in proposed § 1.97(b) as the result of prior art cited by the 
examiner should be permitted to be submitted to the Office 
without the fee set forth in 1.17(p), the certification or the 
petition fee required by § 1.97. 

Reply: The suggestion in the comments is not adopted since it 
would require a certification, e.g., why the information was 
just recognized as being material, and would unduly complicate 
the rules and the procedures for considering information sub- 
mitted by applicant. Applicants can avoid or, at least, minimize 
the problem by submitting information which is known to be 
relevant to the application even though it is not yet recognized 
as being required to be submitted because it is material to 
patentability. The fees charged are to compensate the Office 
for the additional work that will be necessary when information 
is submitted during an advanced stage of the examination pro- 
cess. 

Comment 42. Two comments suggested that the period for 
submitting information set in proposed § 1.97(b) be changed 
to be two months from the issuance of the Official Filing Receipt 
to avoid information disclosure statements being misrouted in 
the Office. 

Reply: The suggestion in the comment is not adopted. The 
date that the Filing Receipt is mailed is not maintained in the 
application file so there would be administrative difficulty in 
determining when a fee or certification is required to be filed 
under the new rule. An application can be filed with a self- 
addressed return postcard so that applicant can obtain the serial 
number assigned to the application very soon after filing. Fur- 
ther, information may be filed under § 1.97(b) before the 
mailing of a first Office action on the merits even if this occurs 
later than three months after the application filing date. 
Comment 43. One comment questions whether § 1.97(b) or § 
1.97(d) applies in the event of issuance of a final rejection 
within three months of the filing of an application. The comment 
indicated that paragraph (b) should apply in this situation. 
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Reply: Paragraph (b) would apply in this situation since the 
paragraph specifies that information may be filed within three 
months of the filing date of the application or before the mailing 
date of a first Office action on the merits, whichever event 
occurs last. Thus, information would be considered pursuant 
to § 1.97(b) if it was filed within three months of the filing 
date of the application even if a final rejection was mailed 
prior to three months from the filing date. 

Comment 44. One comment stated that proposed § 1.97(b)(1) 
should be clarified to indicate that “the filing of a national 
application” includes “a continuing application which replaces 
the original application.” 

Reply: The suggested modification has not been adopted since 
it is not necessary for clarity. The term “national application” 
includes continuing applications in this and the other patent 
rules. It is not desirable to add the suggested language to all 
occurrences of the term “application” in the rules or to raise 
the implication that continuing applications are not included 
in the term in other rules by adding the suggested language to 
this rule. 

Comment 45. One comment stated that proposed § 1.97 should 
be changed to state that if a responsible party becomes aware 
of material information less than three months before issuance 
of an Office action, that information will be considered timely 
filed if it is submitted together with the response to the action. 
The comment also stated that the Office could go farther and 
implement a rule which specifies that such information will be 
considered timely submitted if it reaches the examiner before 
the response to the Office action is taken up for consideration. 
Three other comments stated that the Office should accept 
information disclosure statements with responses to Office 
actions, with one comment arguing that there is no benefit in 
submitting two papers where one would suffice. 

Reply: The suggestions in the comments are not adopted. The 
rule as proposed and promulgated has the advantage of being 
relatively easy to comply with and administer. Information 
should be submitted promptly so that the examiner will have 
the option of reviewing the information and withdrawing or 
revising the Office action. Requiring information to be sub- 
mitted promptly contributes to the efficiency of the examination 
process. 

Comment 46. One comment stated that there should be no fee 
in § 1.97 associated with the filing of an information disclosure 
statement since this might impact negatively on the submission 
of material information; rather, it would be sufficient to permit 
material information submitted subsequent to a non-final action 
to support a final rejection in the next action, in the absence 
of the certification proposed in the rules. Another comment, 
however, stated that the proposed fee requirement would not 
be a disincentive to submission of prior art, but would force 
examiners to consider certain art which under current practice 
often is not made of record, but instead, requires the filing of 
a continuation application. 

Reply: The fee required in the rule will serve both to cover 
additional expense caused the Office by the late submission of 
information and will also serve as a disincentive to failing to 
cooperate in submitting information early in the prosecution 
of an application rather than as a disincentive to submitting 
information at all. 

Comment 47. One comment questioned whether information 
in an information disclosure statement submitted during the 
period set forth by proposed § 1.97(c) could be used by an 
examiner to make the next action final if the statement was 
submitted with a certification under § 1.97(e). 

Reply: Information submitted with a certification during the 
period set forth in § 1.97(c) will not be used to make the next 
Office action final on unamended claims since in this situation 
it is clear that applicant has submitted the information to the 
Office promptly after it has become known and the information 
is being submitted prior to a final determination on patentability 
by the Office. 

Comment 48. One comment stated that it was unfair for the 
Office to require a fee for considering information pursuant to 
proposed § 1.97(c) and then also be able to use the information 
in making the Office action final. 

Reply: The policy is not considered to be unfair. If information 
is submitted during the period set forth in § 1.97(c) without 
the certification, the fee will compensate the Office for extra 
work that may be caused by the failure to submit information 
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promptly. If the cost for this extra work were not placed upon 
the applicant in this situation, the cost would have to be borne 
by all applicants through payment of higher fees. The possibility 
that the next Office action may be made final will further 
encourage prompt disclosure of information to the Office. 
Comment 49. One comment suggested that information should 
be considered (§ 1.97(c)) after final rejection, since this is 
different from after allowance when the Office would have to 
go back and reconsider its work. Two comments stated that 
proposed § 1.97(c)(1) should not penalize applicants who 
receive a foreign search report after a final rejection is made 
in the application and that the certification under § 1.97(e) 
should be available until an advisory action after final rejection 
or a notice of allowability occurs in the application. Another 
comment stated that final action may not even be on the merits 
but merely administrative. 

Reply: The suggestions in the comments are not adopted. Both 
a notice of allowance and a final rejection represent a final 
Office decision on patentability. Information considered after 
either of these actions may require the Office to alter its position. 
After either of these actions, information will be considered 
only if it is submitted promptly in accordance with § 1.97(d) 
or is submitted in a refiled application. It should be noted that 
information cited in a foreign search report, if cited to the 
Office within three months of the date on the search report, 
will be considered by the Office if filed before payment of the 
issue fee. 

Comment 50. One comment stated that proposed § 1.97(d) 
would result in unequal treatment of U.S. inventors who file 
first in the Office as compared to foreign inventors who file 
first in a foreign country since the latter will have the results 
of the search made by the foreign examining country earlier 
in the pendency of the U.S. application. Six comments sug- 
gested that a U.S. inventor should have the ability to make the 
certification of § 1.97(e) and to have the Office consider the 
information, regardless of the stage of prosecution at which 
information from a foreign office is submitted. 

Reply: It should be noted that the certification of § 1.97(e) can 
be made and information considered by the Office until the 
issue fee is paid on the application. After the issue fee has 
been paid on an application, it is impractical for the Office to 
attempt to consider newly submitted information. The applica- 
tion may be withdrawn from issue at this point, however, pur- 
suant to § 1.313(b)(5) so that the information can be considered 
in a continuing application, or pursuant to § 1.313(b)(3) if 
applicant states that one or more claims are unpatentable over 
the information that is cited. It is further noted that it is appli- 
cants, not the Office, who make decisions on when and in 
which countries to file an application. U.S. inventors who may 
desire to seek patent protection in foreign countries have the 
ability to utilize the provisions of the Patent Cooperation Treaty 
and to delay the requirement to enter the national stage until 
after a search report on the invention is made. 

Comment 51. One comment questioned whether a certification 
under § 1.97(e) could properly be made in situations where 
information known by the applicant but not considered material 
is cited by a foreign patent office more than three months later 
than the first knowledge by applicant. 

Reply: The language of § 1.97(e) has been modified to permit 
a certification to be made in the situation described in the 
comment. If an item of information is submitted within three 
months of being cited in a communication from a foreign 
patent office in a counterpart foreign patent application, the 
certification can be properly made regardless of any individual’s 
previous knowledge of the information. 

Comment 52. One comment stated that the three-month time 
period for submitting information from foreign patent offices 
under proposed § 1.97(e) might be too short because not all 
foreign offices provide copies of references and that the Office 
should provide for a petition in unusual circumstances. Five 
comments stated that a three-month time limit for filing foreign 
search reports is not reasonable but rather that six months would 
be more reasonable. 

Reply: The Office has chosen the three month time period as 
appropriate in view of all the factors involved in obtaining 
information and in the examination process. It should be noted 
that Office actions typically set a three-month shortened statu- 
tory period for response. A response to an Office action gener- 
ally requires more time for preparation than is involved in the 
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submitting of a foreign search report and copies of the docu- 
ments cited. 

Comment 53. Five comments suggested that § 1.97(e) should 
permit a certification to be made if an individual knew of 
information for more than three months before it was filed but 
did not recognize its materiality or relevance to the application. 
Reply: The suggestion in the comments is not adopted. The 
Office desires to encourage prompt evaluation of information 
as to materiality by applicants and the Office so as to contribute 
to the efficiency and effectiveness of the examination process. 
It should be noted that an applicant is not required to delay 
the submission of information while evaluating materiality, but 
can submit the information pursuant to §§ 1.97 and 1.98. 
Comment 54. One comment stated that proposed § 1.97(e) 
should be clarified to specify that the certificates can be made 
regardless of the source of the information being submitted, 
so long as it is disclosed within three months of receipt. One 
comment stated that the three-month period of proposed § 
1.97(e) should be measured from the receipt date of a communi- 
cation from a foreign patent office. 

Reply: A certification under § 1.97(e) can be made if each item 
of information was cited in a communication from a foreign 
patent office in a counterpart foreign application not more than 
three months prior to filing the statement. A certification can 
also be made if no item of information was cited in a communi- 
cation from a foreign patent office in a counterpart foreign 
application or was known to any individual designated in § 
1.56(c) more than three months prior to filing the information 
disclosure statement. The Office wishes to encourage prompt 
evaluation of the relevance of information and to have a date 
certain for determining if a certification can properly be made. 
Although it is recognized that an individual actually becomes 
aware of the information in the communication from a foreign 
patent office sometime after it was mailed, the mailing date of 
such a communication, if it occurs prior to a first awareness 
of the same information, would determine the date for filing 
of an information disclosure statement without a fee. The Office 
is willing to absorb any additional cost in considering such 
information relevant to patentability after the time set in pro- 
posed paragraph (b) only when it is clear that an applicant is 
diligent in providing the information to the Office. 

Comment 55. One comment stated that the cost of making a 
certification under § 1.97(e) would be more than the $200.00 
fee proposed where no certification is made due to difficulties 
in obtaining information from foreign clients. The comment 
suggested that the rule provide for (1) the opportunity to provide 
documentation (as opposed to certification) illustrating when 
the information was received, and (2) the opportunity to submit 
information with increasing fees depending on when in the 
periods of § 1.97(c) and (d) the information is submitted. 
Reply: The suggestions in the comment are not adopted since 
they would add undue complexity to the rules and procedures. 
Further, the suggested provision of documentation, which pre- 
sumably would be reviewed by someone in the Office, would 
probably add considerably to the overall expense of filing an 
information disclosure statement. No other comments indicated 
a desire for increasing fees depending on when the information 
is submitted. 

Comment 56. Two comments stated that proposed § 1.97(e) is 
ambiguous in using the language “to the knowledge of the 
person signing the certification” in that it could refer to “infor- 
mation and belief,” “actual knowledge of the facts” or “no 
knowledge to the contrary.” One comment stated that certifica- 
tions should be able to be made on information and belief by 
a U.S. attorney or agent submitting a material reference received 
from a foreign patent attorney or agent, rather than requiring 
a certification from the foreign individual. Another comment 
suggested that the period should be calculated from when the 
applicant either knew or could have known of the reference 
because the U.S. attorney should not be penalized for delays 
from their foreign patent associates. 

Reply: The certification under § 1.97(e) should be made by a 
person who has knowledge of the facts being certified. The 
certification can be made by a practitioner who represents a 
foreign client and who relies on statements made by the foreign 
client as to the date the information first became known. A 
practitioner who receives information from a client without 
being informed whether the information was known for more 
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than three months, however, cannot make the certification 
without making reasonable inquiry. 

Comment 57. One comment stated that the language of proposed 
§ 1.97(e) would preclude the use of the certification in an 
application by corporations whose practitioners have over the 
years reviewed thousands of patents and technical publications, 
even though they are unaware of the relevance of any one 
thereof to the application. 

Reply: The language of § 1.97(e) is not intended to preclude 
use of the certification by representatives of corporations. The 
certification can be based on present, good faith knowledge 
about when information became known without a search of 
files being made. The Office, however, does desire to have 
information considered promptly by applicants as to materiality 
and to have information submitted to the Office early in the 
prosecution of an application. 

Comment 58. One comment suggested that proposed § 1.97(e) 
should permit certification only as to information submitted 
within four months of receipt from a foreign patent office, with 
all other late-submitted information requiring a fee so as to not 
open a legal quagmire implicit in the proposed certification 
requirement. 

Reply: The suggestion in the comment is not adopted. The 
certification set forth in § 1.97(e) is preferable since it provides 
the avoidance of the payment of a fee by a person who is 
submitting information promptly to the Office. An applicant 
has the option under the circumstances described in § 1.97(c), 
however, to not make the certification and to pay the fee instead 
if so desired. 

Comment 59. One comment suggested that proposed § 1.97(f) 
be modified to specify that not less than one month will be 
given if a bona fide attempt is made to comply with § 1.98 
but part of the required content is omitted. Another comment 
suggested that § 1.97(f) should state that the Office will give 
(rather than may give) additional time for compliance with § 
1.98. 

Reply: The suggestions in the comments are not adopted. The 
language of § 1.97(f) parallels present § 1.135(c) since the 
practice and considerations are similar for both rules. The Office 
intends to provide one month to comply with § 1.98 where a 
bona fide attempt has been made to do so. 

Comment 60. One comment stated that proposed § 1.97(f) 
should specify that the Office shall inform the applicant if a 
reference will not be considered due to noncompliance with § 
1.98 so as to avoid any argument in litigation that a certain 
reference was not considered due to clerical noncompliance. 

Reply: The Office plans to notify applicants in accordance 
with §§ 1.97(f) and (i) if submitted information will not be 
considered. The examiner will also indicate in the application 
record what information has been considered. Further details 
will appear in the Manual of Patent Examining Procedure in 
due course. 

Comment 61. One comment suggested that proposed § 1.97(g) 
should be modified to state that the filing of an information 
disclosure statement shall not be construed as a representation 
that no other material information exists such as is set forth in 
current § 1.97(b). 

Reply: The suggestion in the comment has not been adopted 
since referring to “no other material information” would imply 
that the information being submitted was admitted to be mate- 
rial. There is no requirement that information being submitted 
be material to the application. 

Comment 62. One comment suggested that proposed § 1.97(h) 
be modified to state that information not considered by the 
Office will be deemed in all respects to have not been submitted 
by the applicant since this would make a noncompliant submis- 
sion clearly not a fulfillment of the duty of candor. 

Reply: The suggestion in the comment is not adopted. The 
Office has no need or desire to rule on lack of fulfillment of 
the duty of candor in such a situation. The rules are drafted 
such that § 1.56 sets forth what information is material to 
patentability and §§ 1.97 and 1.98 set forth procedures to assure 
consideration of information by the Office. 

Comment 63. One comment stated the Office has a duty to 
consider information even if this involves withdrawing an appli- 
cation from issue or publishing a cancellation notice and that 
proposed § 1.97(h) should be changed to so state. Another 
comment stated that it would be an abdication of the duty that 
the Office owes to the public for information in the file to be 
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ignored since issuance of an invalid patent can be used to 
discourage others in the field. The comment suggested that the 
Office should leave in doubt whether the information will be 
considered or not. 

Reply: It is necessary for the Office to balance its need and 
desire to consider all information relevant to an application 
with its need for an efficient operation and its capability to 
consider information at various stages in the prosecution of an 
application. The Office is setting forth when information will 
and will not be considered to provide certainty for the public. 
Comment 64. One comment requested information on how a 
United States patent application or other information (§ 
1.98(a)(1)(iii)) should be listed on a PTO 1449 form. 

Reply: The PTO 1449 has been drafted so as to provide spaces 
for listing documents which are available to the public and 
which will be printed on the patent at issuance. Other informa- 
tion should be listed separately from the PTO 1449 form. 
Comment 65. One comment stated that § 1.98(a)(2)(i) should 
not require the submission by applicants of United States patents 
listed in an information disclosure statement since the Office 
is better equipped to provide examiners with copies of those 
documents than inventors and their attorneys. Alternatively, the 
comment suggested that the Office should establish a procedure 
whereby an order for the Office to provide the copies of the 
patents at the usual fee can accompany the information disclo- 
sure statement. 

Reply: At the present time, when the Automated Patent System 
has not been fully implemented, the overall cost of the Office 
obtaining copies of patents and associating them with applica- 
tion files would be greater than for applicants to provide copies 
with information disclosure statements. Presumably, the appli- 
cant would be using a copy of the patent in preparing the 
statement and could easily make a copy for submission to the 
Office. 

Comment 66. One comment suggested that § 1.98(a)(2)(iii), as 
proposed, be clarified by substituting “except that no copy of 
a U.S. patent application need be included” for the proposed 
phrase “except a U.S. patent application.” 

Reply: The suggested clarification to the language of the rule 
has been adopted. 

Comment 67. A number of comments objected to the require- 
ment in § 1.98(a)(3) for a concise explanation of the relevance 
of all items of information being submitted. 

Reply: In response to the comments, § 1.98(a)(3) has been 
modified to require a concise explanation only of patents, publi- 
cations or other information listed in an information disclosure 
statement that are not in the English language. Applicants may, 
if they wish, provide concise explanations of why English- 
language information is being submitted and how it is under- 
stood to be relevant. Concise explanations are helpful to the 
Office, particularly where documents are lengthy and complex 
and applicant is aware of a section that is highly relevant to 
patentability. 

Comment 68. Five comments stated that the proposed rules 
should be modified to state that if information is being submitted 
from a foreign search report, the requirement for a concise 
explanation in proposed § 1.98(a)(3) may be satisfied by sub- 
mitting an English-language version of the search report. 
Reply: The language of § 1.98(a)(3) has been modified so that 
no concise explanation is required for information submitted 
in the English language. The concise explanation requirement 
for non-English language information may be met by the sub- 
mission of an English language version of the search report 
indicating the degree of relevance found by the foreign office. 
It is not necessary that this detail be included in the rule. 
Comment 69. Five comments questioned whether the require- 
ment in proposed § 1.98(a)(3) would be satisfied by a statement 
that the references were cited in the prosecution of a parent 
application. 

Reply: The requirement in § 1.98(a)(3) for a concise explanation 
of non-English language information would not be satisfied by 
a statement that a reference was cited in the prosecution of a 
parent application. The concise explanation must explain the 
relevance as presently understood by the person designated in 
§ 1.56(c) most knowledgeable about the content of the informa- 
tion. 

Comment 70. One comment suggested that proposed § 
1.98(a)(3) should be modified to require a concise explanation 
of “what is believed to be” the relevance of information listed 
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to avoid the accusation of violation of duty of disclosure merely 
because more relevant portions of the information are later 
found. Another comment suggested that the concise explanation 
should state what is “reasonably understood by the person 
submitting the statement.” Another comment stated that the 
applicant should be required to explain (1) only what is under- 
stood or believed about the item of information at the time the 
disclosure is made, or (2) why the item is listed. 

Reply: The suggestions in the comments have been substantially 
adopted in modifying the language of § 1.98(a)(3). 

Comment 7]. One comment stated that proposed § 1.98(b) 
should not require the date (unless material) and place of publi- 
cation of journal articles since such information is not given 
on search reports from foreign patent offices or on journals 
published by the American Chemical Society, which just give 
the year. Another comment indicated that sometimes it is not 
clear where the place of publication is. 

Reply: The suggestions in the comments are not adopted. The 
date of publication is necessary for the Office to be able to 
determine if the information may be used in a rejection of the 
claims in an application. The place of publication refers to the 
name of the journal, magazine or other publication in which 
the article was published, which should be available in the vast 
majority of cases. 

Comment 72. One comment suggested that § 1.98(c) should 
not require a translation of a non-English language document 
to be filed if a translation is within the possession, custody or 
control of an individual designated in § 1.56(c) because such 
person may not recall that there is a translation somewhere in 
the records of the individual, perhaps having been made for 
another application years earlier. 


Reply: The requirement of the rule for a translation to be sub- 
mitted under limited conditions is not a change in practice. See 
prior §§ 1.56(j) and 1.97(b). Since the requirement has caused 
little, if any, problem in the past, the suggestion of the comment 
is not adopted. 

Comment 73. One comment suggested that § 1.98(c) should 
be revised to make it clear that a reference that is essentially 
cumulative to another reference need not be listed in an informa- 
tion disclosure statement. 

Reply: The concept that cumulative information is not material 
is set forth in § 1.56(b). Section 1.98 does not deal with what 
information must be submitted, but provides an exception for 
cumulative information to the requirement for a copy to be 
submitted of each item of information listed in an information 
disclosure statement. 


Comment 74. One comment stated that a sentence in the pre- 
amble discussion of proposed § 1.98(c) was burdensome 
because it would require submission of incomplete or inexact 
translations which may have been made of an item of informa- 
tion. The sentence in question reads: 

“But if the individual has the ability to translate the 

non-English language into English and has done so 

for the purposes of reviewing the information relative 

to the claimed invention, the translation would be 

considered ‘readily available.” 
Another comment stated that proposed § 1.98(c) should be 
modified to require a translation if the non-English language 
document is to be considered by the examiner since the attorney 
would want to prepare an accurate translation of particularly 
relevant references. One comment suggested that § 1.98(c), or 
the preamble discussion, should make it clear that an English- 
language translation of a foreign language material reference 
need not be submitted where an individual merely reads in the 
reference in its original language and translates it mentally but 
does not prepare a written translation. Five other comments 
requested clarification on this point. 


Reply: The Office does not intend to require translations unless 
they have been reduced to writing and are actually translations 
of what is contained in the non-English language information. 
Applicants should note, however, that most examiners do not 
have the ability to understand information which is not in 
English and that the Office will not routinely translate informa- 
tion submitted in a non-English language. The examiner will 
consider the information insofar as it is understood on its face, 
e.g., drawings, chemical formulas, English-language abstracts, 
but will not have the information translated unless it appears 
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to be necessary to do so. Applicants are required to aid the 
examiner by complying with the requirements for a concise 
explanation in § 1.98(a)(3) for information submitted in a non- 
English language. 

Comment 75. One comment stated that § 1.98(d) should be 
clarified to state that a copy of an item of information listed 
in an information disclosure statement need not be submitted 
if the reference was cited by the Office or previously submitted 
to the Office in connection with a prior application. 


Reply: The suggestion in the comment is adopted. The language 
of § 1.98(d) has been modified to state that a copy of an item 
of information is not required if it was previously cited by the 
Office or previously submitted to the Office in a prior applica- 
tion being relied on for an earlier filing date under 35 U.S.C. 
120. 

Comment 76.One comment suggested that proposed § 1.98(d) 
should be revise d to not require the submission of a copy of 
the information listed in an information disclosure statement 
if a copy of the information has previously been submitted to 
the Office in a prior application, whether or not the earlier 
application is being relied upon for an earlier filing date under 
35 U.S.C. 120. 


Reply: The suggestion in the comment is not adopted. The 
exception to the requirement for a copy of each item of informa- 
tion to be submitted has been made with regard to prior applica- 
tions which will normally be available to, and considered by, 
the examiner. It would not be efficient for the examiner to be 
required to seek out unrelated application files to obtain a copy 
of an item of information when a copy could easily be submitted 
by applicant. 

Comment 77. One comment questioned what would be consid- 
ered “timely” under § 1.291 so that information would be 
considered by the examiner without payment of a fee, in contrast 
to proposed § 1.97 which may require a fee. 

Reply: Section 1.291 has not been amended to redefine timeli- 
ness. The comment seems to imply that the fee requirements 
of § 1.97 can be avoided through the use of a protest submitting 
information, but such a course of action might raise questions 
regarding compliance with the duty of candor and good faith 
required in dealings with the Office. 

Comment 78. One comment stated that the Office should not 
drop the acknowledgment of a protest having been filed under 
§ 1.291 in a reissue application because the acknowledgment 
served as an indication that the protest had been received in 
the examining group from the mail room. 

Reply: The suggestion in the comment is not adopted. Any 
perceived benefit from retaining the acknowledgment is out- 
weighed by the administrative burden it causes. There is no 
good reason to treat the filing of protests in reissue applications 
differently from the filing of protests in original applications 
or from the filing of other papers in the Office. 

Comment 79. One comment questioned whether an application 
could be withdrawn from issue pursuant to proposed § 
1.313(b)(5) without admitting unpatentability. 

Reply: There is no requirement that unpatentability must be 
admitted before an application can be withdrawn from issue 
pursuant to § 1.313(b)(S). The rule provides for applications 
to be withdrawn from issue and abandoned for consideration 
of information in a continuing application. This differs from a 
petition under § 1.313(b)(3) based on unpatentability of one 
or more claims. 

Comment 80. One comment questioned whether, if an applica- 
tion is withdrawn from issue pursuant to proposed § 1.313(b)(5), 
an information disclosure statement can be submitted in the 
continuing application under § 1.97(b) without a certification. 
Reply: A continuing application is treated like any other applica- 
tion with regard to the times set forth in § 1.97(b). Thus, for 
example, an information disclosure statement could be filed 
without a fee or certification in a continuing application within 
three months of the filing date of the continuing application. 
Comment 81. One comment questioned whether an application 
withdrawn from issue pursuant to § 1.313(b)(5) could have 
new art and amendments considered in that application rather 
than in a continuing application. The comment also questioned 
the handling of applications withdrawn from issue pursuant to 
§ 1.313(b)(3). 
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Reply: The language of § 1.313(b)(5) makes it clear that an 
application withdrawn from issue thereunder is to be abandoned 
without further prosecution. This differs from an application 
withdrawn from issue pursuant to § 1.313(b)(3) because appli- 
cant had admitted the unpatentability of one or more claims. 
Comment 82. One comment questioned whether the continuing 
application mentioned in proposed § 1.313(b)(5) could be a file 
wrapper continuing application under § 1.62 and how applicants 
can accomplish the withdrawal from issue under proposed § 
1.313(b) late in the prosecution of an application. 


Reply: The continuing application mentioned in § 1.313(b)(5) 
can be a file wrapper continuing application under § 1.62. Even 
though § 1.62 requires a file wrapper continuing application 
to be filed before the payment of the issue fee, the Office will 
consider the filing of a petition to withdraw from issue under 
§ 1.313(b)(5) as sufficient grounds to waive that requirement 
of § 1.62. Late in the prosecution of an application, the Office 
has difficulty in matching papers with the application file. 
Papers requesting that an application be withdrawn from issue 
after the issue fee is paid should be directed, or preferably 
hand-carried, to the Office of Petitions in the Office of the 
Assistant Commissioner for Patents. 


Comment 83. Seven comments suggested that § 1.555(a) should 
not be amended to require the submission of “all information 
material to patentability” since a reexamination proceeding is 
limited to consideration of patents and printed publications. 
Reply: The suggestion in the comments has been adopted. A 
paragraph (b), which defines what information is material to 
patentability in a reexamination proceeding, has been added to 
the rule. 


Comment 84. One comment suggested that proposed § 1.555(a) 
should be modified to make clear that there is no duty of 
disclosure on employees of a corporate patent owner if the 
employees are not substantively involved in the preparation of 
the reexamination request or the reexamination proceeding. 


Reply: The suggestion in the comment to modify the language 
in § 1.555(a) has not been adopted. The rule refers to individuals 
who are substantively involved on behalf of the patent owner 
in a reexamination proceeding. 


Comment 85. Two comments stated that the Office should 
consider fraud or other inequitable conduct issues in interfer- 
ence proceedings. 


Reply: The suggestion in the comments has been adopted. The 
Office will consider inequitable conduct issues in interference 
proceedings as announced on November 19, 1991, in the Offi- 
cial Gazette of the Patent and Trademark Office at 1132 Off. 
Gaz. Pat. Off. 33. 


Comment 86. One comment requested more examples with 
regard to proposed § 10.23(c)(10) of what alteration or combi- 
nation of alterations in a declaration would be considered mate- 
rial. 

Reply: It is not the function of the rules or the rulemaking 
process to provide a detailed listing of what alterations may 
be considered to be improper. This consideration will neces- 
sarily be made in view of the totality of the circumstances 
involved. Practitioners would be well advised to avoid filing 
applications which contain alterations which have not been 
initialed and dated. 


Comment 87. Two comments stated that § 10.23(c)(10) should 
be amended to prohibit knowingly attempting to mislead the 
Office in the drafting or prosecution of a patent application. 
One comment stated that attempted fraud or inequitable conduct 
would not be prohibited by proposed 10.23(c)(10) because such 
conduct would not be a violation of proposed §§ 1.56 or 1.555. 


Reply: No amendment is necessary to the language of § 
10.23(c)(10). It should be noted that the duty of candor and 
good faith in dealing with the Office is included in §§ 1.56 
and 1.555. This duty includes a prohibition against knowingly 
attempting to mislead the Office. 


Comment 88. Five comments stated that it would be unfair to 
impose the new disclosure requirements and fees on applica- 
tions that are pending before the Office on the effective date 
of the new rule. Another comment stated that the rules should 
be immediately effective for all pending applications with some 
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grace period for making the initial disclosure without penalty 
and without fee. 

Reply: The Office will apply the new rules to all applications 
pending on, or filed on or after, the effective date of the rules. 
While this implementation may cause some burden on some 
applicants, other applicants will obtain benefits not otherwise 
available. This decision will also ease the administrative burden 
on the Office in implementing the new rules. 


Other Considerations 


The rule change is in conformity with the requirements of 
the Regulatory Flexibility Act, 5 U.S.C. 601 et seq., Executive 
Orders 12291 and 12612, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 

The General Counsel of the Department of Commerce has 
certified to the Small Business Administration that the rule 
change will not have a significant adverse economic impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)) because the rules as adopted do not 
require individuals to submit information that they are not 
already aware of and are not already under an obligation to 
provide to the Office. The rules further promote the efficiency 
of the examination process by encouraging a timely submission 
of an information disclosure statement and by substantially 
eliminating rejections based on inequitable conduct, thereby 
reducing the costs to all patent applicants. 

The Patent and Trademark Office has determined that this 
rule change is not a major rule under Executive Order 12291. 
The annual effect on the economy will be less than $100 million. 
There will be no major increase in costs or prices for consumers, 
individual industries, Federal, state or geographic regions. 
There will be no significant adverse effects on competition, 
employment, investment, productivity or innovation, or on the 
ability of the United States-based enterprises to compete with 
foreign-based enterprises in domestic or export markets. 

The Patent and Trademark Office has also determined that 
this rule change has no Federalism implications affecting the 
relationship between the National Government and the States 
as outlined in Executive Order 12612. 

This rule contains a collection of information requirement 
subject to the Paperwork Reduction Act, which has previously 
been approved by the Office of Management and Budget under 
Control No. 0651-0011. Each information disclosure statement 
is estimated to take approximately 30 minutes, including time 
for reviewing instructions, gathering and maintaining data 
needed, and completing and reviewing the collection of infor- 
mation. The time estimate has been reduced from that stated 
in the proposal since the requirement for a concise explanation 
of the relevance of each item of information cited in an informa- 
tion disclosure statement has been limited to information sub- 
mitted in a language other than English. Send comments 
regarding this burden estimate Patent and Trademark Office, 
Office of Management and Organization, and to the Office of 
Information and Regulatory Affairs, Office of Management and 
Budget, Washington, D.C. 20503. (Attention Paper Reduction 
Project 0651-0011) 


List of Subjects 
37 CFR Part 1 


Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements, Small businesses. 


37 CFR Part 10 


Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1 
and 10 are amended as follows: 


Part 1 - Rules of Practice in Patent Cases 


1. The authority citation for Part 1 continues to read as 
follows: 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 463 
(143) 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. In § 1.17, paragraph(i)(1) is revised and paragraph (p) is 
added to read as follows: 


§ 1.17 Patent application processing fees. 


** KK * 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 
SI cise vasccascerties siarsdeoescicndeatnanisensiractntsacapaeamsiincitinnen 130.00 

§ 1.12—for access to an assignment record. 

§ 1.14—for access to an application. 

§ 1.53—1o accord a filing date. 

§ 1.55—for entry of late priority papers. 

§ 1.60—to accord a filing date. 

§ 1.62—1o accord a filing date. 

§ 1.97(d)—1o consider an information disclosure statement. 
1.103—to suspend action in application. 

.177—for divisional reissues to issue separately. 
.312—-for amendment after payment of issue fee. 
.313—to withdraw an application from issue. 

.314— to defer issuance of a patent. 

1.334—for patent to issue to assignee, assignment recorded 
late. 

§ 1.666(b)—for access to interference settlement agreement. 


l 
1 
1 
1 


§ 
8 
§ 
§ 
§ 
§ 


kK KK * 


(p) For submission of an information disclosure statement 
under § 1.97(c) 


3. Section 1.28, paragraph (d)(2) is revised to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a smal] entity. 


x*ke KK * 


(d)(1) eos 
(2) Improperly and with intent to deceive 
(i) establishing status as a small entity, 
or 
(ii) paying fees as a small entity 
shall be considered as a fraud practiced or attempted on the 
Office. 


4. Section 1.51, paragraph (b) is revised to read as follows: 


§ 1.51 General requisites of an application. 


*x**K KE * 


(b) Applicants are encouraged to file an information disclo- 
sure statement. See §§ 1.97 and 1.98. 


5. Section 1.52, paragraph (c) is revised to read as follows: 


§ 1.52 Language, paper, writing, margins. 


*e* KKK 


(c) Any interlineation, erasure, cancellation or other alter- 
ation of the application papers filed should be made before the 
signing of any accompanying oath or declaration pursuant to 
§ 1.63 referring to those application papers and should be dated 
and initialed or signed by the applicant on the same sheet of 
paper. Application papers containing alterations made after the 
signing of an oath or declaration referring to those application 
papers must be supported by a supplemental oath or declaration 
under § 1.67(c). After the signing of the oath or declaration 
referring to the application papers, amendments may be made 
in the manner provided by §§ 1.121 and 1.123 through 1.125. 


** * * * 
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6. Section 1.56 is revised to read as follows: 
§ 1.56 Duty to disclose information material to patentability. 


(a) A patent by its very nature is affected with a public 
interest. The public interest is best served, and the most effective 
patent examination occurs when, at the time an application is 
being examined, the Office is aware of and evaluates the teach- 
ings of all information material to patentability. Each individual 
associated with the filing and prosecution of a patent application 
has a duty of candor and good faith in dealing with the Office, 
which includes a duty to disclose to the Office all information 
known to that individual to be material to patentability as 
defined in this section. The duty to disclose information exists 
with respect to each pending claim until the claim is cancelled 
or withdrawn from consideration, or the application becomes 
abandoned. Information material to the patentability of a claim 
that is cancelled or withdrawn from consideration need not be 
submitted if the information is not material to the patentability 
of any claim remaining under consideration in the application. 
There is no duty to submit information which is not material 
to the patentability of any existing claim. The duty to disclose 
all information known to be material to patentability is deemed 
to be satisfied if all information known to be material to patent- 
ability of any claim issued in a patent was cited by the Office 
or submitted to the Office in the manner prescribed by §§ 
1.97(b)-(d) and 1.98. However, no patent will be granted on 
an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct. The Office encour- 
ages applicants to carefully examine; (1) prior art cited in search 
reports of a foreign patent office in a counterpart application, 
and (2) the closest information over which individuals associ- 
ated with the filing or prosecution of a patent application believe 
any pending claim patentably defines, to make sure that any 
material information contained therein is disclosed to the 
Office. 

(b) Under this section, information is material to patentability 
when it is not cumulative to information already of record or 
being made of record in the application, and 

(1) it establishes, by itself or in combination with other 
information, a prima facie case of unpatentability of a claim; 
or 

(2) it refutes, or is inconsistent with, a position the appli- 
cant takes in: 

(i) opposing an argument of unpatentability relied on 
by the Office, or 

(ii) asserting an argument of patentability. 
A prima facie case of unpatentability is established when the 
information compels a conclusion that a claim is unpatentable 
under the preponderance of evidence, burden-of-proof standard, 
giving each term in the claim its broadest reasonable construc- 
tion consistent with the specification, and before any consider- 
ation is given to evidence which may be submitted in an attempt 
to establish a contrary conclusion of patentability. 

(c) Individuals associated with the filing or prosecution of 
a patent application within the meaning of this section are: 

(1) each inventor named in the application; 

(2) each attorney or agent who prepares or prosecutes the 
application; and 

(3) every other person who is substantively involved in 
the preparation or prosecution of the application and who is 
associated with the inventor, with the assignee or with anyone 
to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor 
may comply with this section by disclosing information to the 
attorney, agent, or inventor. 


7. Section 1.63, paragraphs (b)(3) and (d) are revised to read 
as follows: 


§ 1.63 Oath or declaration. 


kk OK KOK 


(b) * * * 
(3) Acknowledges the duty to disclose to the Office all 
information known to the person to be material to patentability 
as defined in § 1.56. 
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(d) In any continuation-in-part application filed under the 
conditions specified in 35 U.S.C. 120 which discloses and 
claims subject matter in addition to that disclosed in the prior 
copending application, the oath or declaration must also state 
that the person making the oath or declaration acknowledges 
the duty to disclose to the Office all information known to the 
person to be material to patentability as defined in § 1.56, 
which became available between the filing date of the prior 
application and the national or PCT international filing date of 
the continuation-in-part application. 


8. Section 1.67 is amended by adding a new paragraph (c) 
to read as follows: 


§ 1.67 Supplemental oath or declaration. 


* * KK * 


(c) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must also be filed if the application was altered 
after the oath or declaration was signed or if the oath or declara- 
tion was signed: 

(1) in blank; 

(2) without review thereof by the person making the oath 
or declaration; or 

(3) without review of the specification, including the 
claims, as required by § 1.63(b)(1). 


9. Section 1.97 is revised to read as follows: 
§ 1.97 Filing of information disclosure statement. 


(a) In order to have information considered by the Office 
during the pendency of a patent application, an information 
disclosure statement in compliance with § 1.98 should be filed 
in accordance with this section. 

(b) An information disclosure statement shall be considered 
by the Office if filed: 

(1) within three months of the filing date of a national 
application; 

(2) within three months of the date of entry of the national 
stage as set forth in § 1.491 in an international application; or 

(3) before the mailing date of a first Office action on the 
merits, whichever event occurs last. 

(c) An information disclosure statement shall be considered 
by the Office if filed after the period specified in paragraph 
(b) of this section, but before the mailing date of either 

(1) a final action under § 1.113 or 

(2) a notice of allowance under § 1.311, 
whichever occurs first, provided the statement is accompanied 
by either a certification as specified in paragraph (e) of this 
section or the fee set forth in § 1.17(p). 

(d) An information disclosure statement shall be considered 

by the Office if filed after the mailing date of either 
(1) a final action under § 1.113 or 
(2) a notice of allowance under § 1.311, 
whichever occurs first, but before payment of the issue fee, 
provided the statement is accompanied by: 
(i) a certification as specified in paragraph (e) of this 
section, 
(ii) a petition requesting consideration of the informa- 
tion disclosure statement, and 
(iii) the petition fee set forth in § 1.17(i)(1). 
(e) A certification under this section must state either 
(1) that each item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the statement, or 
(2) that no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application or, to 
the knowledge of the person signing the certification after 
making reasonable inquiry, was known to any individual desig- 
nated in § 1.56(c) more than three months prior to the filing 
of the statement. 

(f) No extensions of time for filing an information disclosure 
statement are permitted under § 1.136. If a bona fide attempt 
is made to comply with § 1.98, but part of the required content 
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is inadvertently omitted, additional time may be given to enable 
full compliance. 

(g) An information disclosure statement filed in accordance 
with this section shall not be construed as a representation that 
a search has been made. 

(h) The filing of an information disclosure statement shall 
not be construed to be an admission that the information cited 
in the statement is, or is considered to be, material to patent- 
ability as defined in § 1.56(b). 

(i) Information disclosure statements, filed before the grant 
of a patent, which do not comply with this section and § 1.98 
will be placed in the file, but will not be considered by the 
Office. 


10. Section 1.98 is revised to read as follows: 


§ 1.98 Content of information disclosure statement. 


(a) Any information disclosure statement filed under § 1.97, 


shall include: 
(1) A list of all patents, publications, or other information 
submitted for consideration by the Office; 
(2) A legible copy of: 
(i) Each U.S. and foreign patent; 
(ii) Each publication or that portion which caused it to 
be listed; and 
(iii) All other information or that portion which caused 
it to be listed, except that no copy of a U.S. patent application 
need be included; and 
(3) Aconcise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most 
knowledgeable about the content of the information, of each 
patent, publication, or other information listed that is not in 
the English language. The concise explanation may be either 
separate from the specification or incorporated therein. 

(b) Each U.S. patent listed in an information disclosure state- 
ment shall be identified by patentee, patent number and issue 
date. Each foreign patent or published foreign patent application 
shall be identified by the country or patent office which issued 
the patent or published the application, an appropriate document 
number, and the publication date indicated on the patent or 
published application. Each publication shall be identified by 
author (if any), title, relevant pages of the publication, date 
and place of publication. 

(c) When the disclosures of two or more patents or publica- 
tions listed in an information disclosure statement are substan- 
tively cumulative, a copy of one of the patents or publications 
may be submitted without copies of the other patents or publica- 
tions provided that a statement is made that these other patents 
or publications are cumulative. If a written English-language 
translation of a non-English language document, or portion 
thereof, is within the possession, custody or control of, or is 
readily available to any individual designated in § 1.56(c), a 
copy of the translation shall accompany the statement. 

(d) A copy of any patent, publication or other information 
listed in an information disclosure statement is not required to 
be provided if it was previously cited by or submitted to the 
Office in a prior application, provided that the prior application 
is properly identified in the statement and relied upon for an 
earlier filing date under 35 U.S.C. 120. 


11. Section 1.99 is removed and reserved. 


12. Section 1.175, paragraph (a)(7), is revised to read as 
follows: 


§ 1.175 Reissue oath or declaration. 
(a) ** * 
(7) Acknowledging the duty to disclose to the Office all 


information known to applicants to be material to patentability 
as defined in § 1.56. 


x**K KK * 
13. Section 1.193(c) is removed and reserved. 


§ 1.193 Examiner’s Answer. 


U.S. PATENT AND TRADEMARK OFFICE 
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14. Section 1.291, paragraphs (a) and (c), are revised to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


(a) Protests by a member of the public against pending appli- 
cations will be referred to the examiner having charge of the 
subject matter involved. A protest specifically identifying the 
application to which the protest is directed will be entered in 
the application file if: 

(1) the protest is timely submitted; and 

(2) the protest is either served upon the applicant in accor- 
dance with § 1.248, or filed with the Office in duplicate in the 
event service is not possible. 
Protests raising fraud or other inequitable conduct issues will 
be entered in the application file, generally without comment 
on those issues. Protests which do not adequately identify a 
pending patent application will be disposed of and will not be 
considered by the Office 


**x** K * 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. The Office may communicate with the applicant 
regarding any protest and may require the applicant to respond 
to specific questions raised by the protest. In the absence of a 
request by the Office, an applicant has no duty to, and need not, 
respond to a protest. The limited involvement of the member of 
the public filing a protest pursuant to paragraph (a) of this 
section ends with the filing of the protest, and no further submis- 
sion on behalf of the protestor will be considered unless such 
submission raises new issues which could not have been earlier 
presented. 


15. Section 1.313, paragraph (b), is revised to read as follows: 


§ 1.313 Withdrawal from issue. 


xe O88 


(b) When the issue fee has been paid, the application will 

not be withdrawn from issue for any reason except: 

(1) a mistake on the part of the Office: 

(2) a violation of § 1.56 or illegality in the application; 

(3) unpatentability of one or more claims; 

(4) for interference; or 

(5) for abandonment to permit consideration of an informa- 
tion disclosure statement under § 1.97 in a continuing applica- 
tion. 


16. Section 1.555 is revised to read as follows: 


§ 1.555 Information material to patentability in reexamination 
proceedings. 


(a) A patent by its very nature is affected with a public 
interest. The public interest is best served, and the most effective 
reexamination occurs when, at the time a reexamination pro- 
ceeding is being conducted, the Office is aware of and evaluates 
the teachings of all information material to patentability in a 
reexamination proceeding. Each individual associated with the 
patent owner in a reexamination proceeding has a duty of 
candor and good faith in dealing with the Office, which includes 
a duty to disclose to the Office all information known to that 
individual to be material to patentability in a reexamination 
proceeding. The individuals who have a duty to disclose to 
the Office all information known to them to be material to 
patentability in a reexamination proceeding are the patent 
owner, each attorney or agent who represents the patent owner, 
and every other individual who is substantively involved on 
behalf of the patent owner in a reexamination proceeding. The 
duty to disclose the information exists with respect to each 
claim pending in the reexamination proceeding until the claim 
is cancelled. Information material to the patentability of a can- 
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celled claim need no be submitted if the information is not 
material to patentability of any claim remaining under consider- 
ation in the reexamination proceeding. The duty to disclose ail 
information known to be material to patentability in a reexami- 
nation proceeding is deemed to be satisfied if all information 
known to be material to patentability of any claim in the patent 
after issuance of the reexamination certificate was cited by the 
Office or submitted to the Office in an information disclosure 
statement. However, the duties of candor, good faith, and disclo- 
sure have not been complied with if any fraud on the Office 
was practiced or attempted or the duty of disclosure was violated 
through bad faith or intentional misconduct by, or on behalf 
of, the patent owner in the reexamination proceeding. Any 
information disclosure statement must be filed with the items 
listed in § 1.98 as applied to individuals associated with the 
patent owner in a reexamination proceeding, and should be filed 
within two months of the date of the order for reexamination, or 
as soon thereafter as possible. 

(b) Under this section, information is material to patentability 
in a reexamination proceeding when it is not cumulative to 
information of record or being made of record in the reexamina- 
tion proceeding, and 

(1) it is a patent or printed publication that establishes, 
by itself or in combination with other patents or printed publica- 
tions, a prima facie case of unpatentability of a claim; or 

(2) it refutes, or is inconsistent with, a position the patent 
owner takes in: 

(i) opposing an argument of unpatentability relied on 
by the Office, or 
(ii) asserting an argument of patentability. 

A prima facie case of unpatentability of a claim pending in 
a reexamination proceeding is established when the information 
compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-proof standard, giving 
each term in the claim its broadest reasonable construction 
consistent with the specification, and before any consideration 
is given to evidence which may be submitted in an attempt to 
establish a contrary conclusion of patentability. 

(c) The responsibility for compliance with this section rests 
upon the individuals designated in paragraph (a) of this section 
and no evaluation will be made by the Office in the reexamina- 
tion proceeding as to compliance with this section. If questions 
of compliance with this section are discovered during a reexam- 
ination proceeding, they will be noted as unresolved questions 
in accordance with § 1.552(c). 


Part 10 - Representation of Others Before the Patent and Trade- 
mark Office 


17. The authority citation for Part 10 continues to read as 
follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 32, 
41. 


18. Section 10.23, paragraphs (c)(10) and (c)(11), are revised 
to read as follows: 


§ 10.23 Misconduct. 


* * * * * 


(c) * * * 

(10) Knowingly violating or causing to be violated the 
requirements of § 1.56 or § 1.555 of this subchapter. 

(11) Knowingly filing or causing to be filed an application 
containing any material alteration made in the application 
papers after the signing of the accompanying oath or declaration 
without identifying the alteration at the time of filing the appli- 
cation papers. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Jan 9, 1992 


[1135 OG 13] 
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(144) Disclosure Document Program 

This notice consolidates and supersedes the notices of Mar. 
26, 1969 (862 O.G. 1) and Aug. 11, 1970 (878 O.G. 1) relating 
to the Patent Office Disclosure Document Program. Under this 
program the Patent Office accepts and preserves, for a period 
of two years, papers referred to as “Disclosure Documents.” 
These papers may be used as evidence of the dates of conception 
of inventions. 


The Program 


A paper disclosing an invention and signed by the inventor 
or inventors may be forwarded to the Patent Office by the 
inventor (or by any one of the inventors when there are joint 
inventors), by the owner of the invention, or by the attorney 
or agent of the inventor(s) or owner. It will be retained for two 
years and then be destroyed unless it is referred to in a separate 
letter in a related patent application within said two years. 

A Disclosure Document is not a patent application and the 
date of its receipt in the Patent Office will not become the 
effective filing date of any patent application subsequently 
filed. However, like patent applications, these documents will 
be kept in confidence by the Patent Office. If patent protection 
is desired, a patent application should be filed as soon as 
possible. 

This program does not diminish the value of conventional 
witnessed and notarized records as evidence of conception of 
an invention, but it should provide a more credible form of 
evidence than that provided by the popular practice of mailing 
a disclosure to oneself or another person by registered mail. 
The program is made available as a service to those persons 
desiring to use it. 


Content of Disclosure Document 


Although there are no restrictions as to content and claims 
are not necessary, the benefits afforded by a Disclosure Docu- 
ment will depend directly upon the adequacy of the disclosure. 
Therefore, it is strongly urged that the document contain a clear 
and complete explanation of the manner and process of making 
and using the invention in sufficient detail to enable a person 
having ordinary knowledge in the field of the invention to make 
and use the invention. When the nature of the invention permits, 
a drawing or sketch should be included. The use or utility 
of the invention should be described, especially in chemical 
inventions. 

The Disclosure Document must be limited to written matter 
or drawings on paper or other thin, flexible material, such as 
linen or plastic drafting material, having dimensions or being 
folded to dimensions not to exceed 8 1/2 by 13 inches. Photo- 
graphs also are acceptable. Each page should be numbered. Text 
and drawings should be sufficiently dark to permit reproduction 
with commonly used office copying machines. 

A $10 fee is charged for filing a Disclosure Document. 
Payment must accompany the Disclosure Document when it 
is submitted to the Patent Office. 

In addition to the $10 fee, the Disclosure Document must 
be accompanied by a stamped, self-addressed envelope and a 
separate paper in duplicate, signed by the inventor, stating that 
he is the inventor and requesting that the material be received 
for processing under the Disclosure Document Program. The 
papers will be stamped by the Patent Office with an identifying 
number and date of receipt, and the duplicate request will be 
returned in the self-addressed envelope together with a warning 
notice indicating that the Disclosure Document may be relied 
upon only as evidence and that a patent application should be 
diligently filed if patent protection is desired. The inventor’s 
request may take the following form: 


“The undersigned, being the inventor of the disclosed inven- 
tion, requests that the enclosed papers be accepted under the 
Disclosure Document Program, and that they be preserved for 
a period of two years.” 


Retention 


The Disclosure Document will be preserved in the Patent 
Office for two years after its receipt and will then be destroyed 
unless it is referred to in a separate letter in a related patent 
application filed within the two-year period. The Disclosure 
Document must be referred to in the separate letter by title, 
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number, and date of receipt. Acknowledgment of receipt of 
such letters will be made in the next official communication 
or in separate letter from the Patent Office. Unless it is desired 
to have the Patent Office retain the Disclosure Document 
beyond the two-year period, it is not required that it be referred 
to in a patent application. 


Warning as to Limitations 


The two-year retention period should not be considered to 
be a “grace period” during which the inventor can wait to file 
his patent application without possible loss of benefits. It should 
be recognized that in establishing priority of invention an affi- 
davit or testimony referring to a Disclosure Document must 
usually also establish diligence in completing the invention or 
in filing the patent application since the filing of the Disclosure 
Document. 

Inventors are also reminded that any public use or sale in 
the United States, or publication of the invention anywhere in 
the world, more than one year prior to the filing of a patent 
application on that invention will prohibit the granting of a 
patent on that invention. 

If the inventor is not familiar with what is considered to 
be “diligence in completing the invention” or “reduction to 
practice” under the patent law, or if he has other questions 
about patent matters, the Patent Office advises him to consult 
an attorney or agent registered to practice before the Patent 
Office. Patent attorneys and agents may be found in the tele- 
phone directories of most major cities. Also, many large cities 
have associations of patent attorneys which may be consulted. 


RICHARD A. WAHL 
Assistant Commissioner 
of Patents 


Jan. 4, 1971 


[883 OG 3] 


(145) Changes to Disclosure Document Program 


The PTO is revising and clarifying the Disclosure Document 
Program to improve processing and to simplify customer 
requirements. The following changes to the Disclosure Docu- 
ment Program are effective upon publication: 


e Duplicate copies of documents are no longer required. Only 
the original document is required for submission. 


e The original Disclosure Document will not be returned to 
the customer. 


e A self addressed, stamped envelope is no longer required. 
e A standard format for the disclosure Document is required: 


1) The document must be written on one side only, on white 
letter-size (21.6 cm x 27.9 cm or 8 1/2 by 11 inches) or DIN 
Size A4 (21.0 x 29.7 cm) paper. (Oversized paper, although 
foldable to the above dimensions, is not acceptable.) 2) Draw- 
ings or sketches must be on paper the same size as the rest of 
the document. 


e The fee for filing a Disclosure Document is $10.00. Docu- 
ments submitted without the full fee will be returned. 


e A copy of a Disclosure Document will be furnished upon 
receipt of a written request (from the inventor or attorney/agent 
only) and with a fee of $25.00. 37 CFR § 1.19(b)(3). 


Section 1706 of the Manual of Patent Examining Procedures 
(MPEP) will be revised in accordance with this notice. The 
section also contains further information regarding the Disclo- 
sure Document Program. 


JAMES O. THOMAS, JR. 
Deputy Assistant Commissioner 
for Patent Process Services 


July 21, 1995 


[1177 O.G. 60] 


U.S. PATENT AND TRADEMARK OFFICE 


(146) Department of Commerce 


Patent and Trademark Office 


37 CFR Parts 15 and 15a 
[Docket No. 960722200-6200-01] 
RIN 0651-XX07 


Service of Process; Testimony by Employees and the 
Production of Documents in Legal Proceedings 


Agency: Patent and Trademark Office, Commerce. 

Action: Final rule. 

Summary: This final rule removes parts dealing with service 
of process on Patent and Trademark Office (PTO) employees 
in their official capacity and with testimony by employees and 
production of documents in legal proceedings. The PTO will 
rely on analogous Commerce Department regulations found in 
title 15 of the Code of Federal Regulations. 

Effective Date: August 19, 1996 

For Further Information Contact: Kenneth Corsello by tele- 
phone at (703) 305-9041; by mail marked to his attention and 
addressed to the Office of the Solicitor, Box 8, Washington, 
D.C. 20231; by electronic mail to corsello@uspto.gov; or by 
fax marked to his attention at (703) 305-9373. 
Supplementary Information: In March 1995, President Clinton 
issued a directive to Federal agencies regarding their responsi- 
bilities under his Regulatory Reform Initiative. This initiative 
is part of the National Performance Review and calls for imme- 
diate, comprehensive regulatory reform. The President directed 
all agencies to undertake, as part of this initiative, an exhaustive 
review of all of their regulations—with an emphasis on elimi- 
nating or modifying those that are osbolete or otherwise in 
need of reform. This final rule is part of the Regulatory Reform 
Initiative. 

The Department of Commerce regulations dealing with ser- 
vice of process (15 CFR Part 15) and with employee testimony 
and the production of documents (15 CFR Part 15a) apply to 
the PTO. Therefore, the PTO is removing 37 CFR Parts 15 
and 15a because they are unnecessary and duplicative. 

This rule is not a significant rule for the purposes of Executive 
Order 12866. Notice and comment is not required for this 
rulemaking because it relates to agency management or per- 
sonnel, 5 U.S.C. 553(a)(2), and thus no regulatory flexibility 
analysis is required, 5 U.S.C. 603(a). This rule does not change 
the paperwork burden imposed on the public. See 44 U.S.C. 
3501 et seq. 


List of Subjects 
37 CFR Part 15 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 


37 CFR Part 15a 


Attorneys, Administrative practice and procedure, Courts, 
Government employees. 


For the reasons set forth in the preamble, and pursuant to 
the authority contained in 35 U.S.C. 6, 37 CFR Chapter I is 
amended as follows: 


Part 15 — [Removed and Reserved] 
1. Part 15 is removed and reserved. 
Part 15a — [Removed and Reserved] 
1. Part 15a is removed and reserved. 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


August 13, 1996 


[1190 OG 46] 
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(147) Department of Commerce 


Patent and Trademark Office 


United States Adherence to the 
International Union for the Protection 
of New Varieties of Plants (UPOV) 


On Nov. 12, 1980, the United States deposited its instrument 
of acceptance of the 1978 text of the UPOV Convention. The 
United States was the second State to adhere to this text, New 
Zealand having earlier done so. 

The UPOV Convention will take effect with respect to the 
United States and the other adherents to the 1978 text upon a 
total of five adherences, three of which must be by present 
member States (States adhering to the text of the Convention). 
We expect at least three present member States to adhere shortly 
and the 1978 text to take effect, therefore, during 1981. 

The United States deposited its instrument of acceptance on 
the basis of the legal protection offered for asexually reproduced 
plants under the plant patent law (35 U.S.C. 161-164). Accord- 
ingly, the Convention will apply only to asexually reproduced 
plants protected under this law. Steps are now being taken, 
however, by the Plant Variety Protection Office of the Depart- 
ment of Agriculture to conform the implementation of the Plant 
Variety Protection Act (7 U.S.C. 2321 et seq.) to the Conven- 
tion’s requirements. When this is done, the United States will 
notify the UPOV Secretariat that the Convention is also appli- 
cable in the United States to sexually reproduced plants pro- 
tected under that Act. 

Questions concerning the UPOV Convention may be directed 
to the Office of Legislation and International Affairs of the 
Patent and Trademark Office. This Office may be addressed 
as follows: Box 4, Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. The Office’s telephone number is 
(703) 557-3065. 


SIDNEY A. DIAMOND 
Commissioner of Patents 
and Trademarks 


Dec. 16, 1980 


[1002 OG 102] 


(148) Taking Effect in the United States 
of the International Convention for 


the Protection of New Varieties of Plants 


The International Convention for the Protection of New Vari- 
eties of Plants (the UPOV Convention) will take effect in the 
United States on Nov. 8, 1981. It will apply to all applications 
for the patenting of plants under the provisions of Title 35, 
United States Code, which are filed on or after Nov. 8, 1981. 
The actual filing date will govern in determining whether the 
Convention will apply to an application, even though the appli- 
cation may be entitled to an earlier effective date under section 
119 or 120 of Title 35, United States Code. 

In addition to the United States, the UPOV Convention will 
be in effect as of Nov. 8, 1981, in the following fourteen States: 
Belgium, Denmark, Federal Republic of Germany, France, Ire- 
land, Israel, Italy, Netherlands, New Zealand, Republic of South 
Africa, Spain, Sweden, Switzerland, and the United Kingdom. 

No changes in the patent law are needed to implement the 
UPOV Convention in the United States. An applicant for a 
plant patent will be required, however, to submit for registration 
a variety name for the plant to be patented. Registration is 
required by Article 13 of the UPOV Convention. 

Registrability shall be determined in accordance with the 
International Code of Nomenclature for Cultivated Plants 
(1980). As an interim procedure pending the promulgation 
of an appropriate rule, inclusion of the variety name in the 
application will be accepted as a submission of the name for 
registration. No plant patent as a result of an application filed 
on or after Nov. 8, 1981, shall be issued without the registration 
of a variety name. Questions concerning this variety naming 
requirement or the UPOV Convention may be addressed to: 


Mr. Michael K. Kirk, Director 
Office of Legislation and 
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International Affairs Box 4 
U.S. Patent and Trademark Office Washington, D.C. 20231 


Mr. Kirk’s telephone number is (703) 557-3065. 
GERALD J. MOSSINGHOFF 


Commissioner of Patents 
and Trademarks 


Oct. 15, 1981 


[1011 OG 27] 


(149) Notice to the Public Regarding the 


1999 Concurrent Search Pilot Program 


The United States Patent and Trademark Office (USPTO), 
the European Patent Office (EPO) and the Japanese Patent 
Office (JPO) (the Trilateral Offices) have participated in prior 
search exchange studies whereby the examiners of the three 
Offices performed concurrent searches on a limited number of 
selected applications. The results of the prior studies show that 
the quality of search improves when examiners of the three 
Offices were able to confer with each other regarding search 
strategies and fields of search prior to performing the search 
and then confer again to discuss and share the search results. 


At the Sixteenth Trilateral Conference held in Miami, 
Florida, on November of 1998, the Trilateral Offices agreed 
to participate in a new concurrent search pilot program. This 
new program will involve national/regional applications in all 
fields of technology, and focus on first actions on the merits. 
The Trilateral Offices agreed to exclude PCT international 
applications from the pilot program. The emphasis of the pilot 
will be to promote: (1) greater mutual understanding and further 
technical cooperation among the Trilateral Offices; (2) 
increased sharing of information among examiners in the Trilat- 
eral Offices; and (3) enhanced knowledge transfer with respect 
to both working methods and search tools. The new pilot pro- 
gram will include collaboration of examiners of the Trilateral 
Offices prior to performing the search and the sharing of search 
results prior to the preparation of the Office action/search report. 


The Trilateral Offices have agreed to limit the number of 
applications for the new pilot program to 200 applications. If 
the limit is reached by October 1, 1999, the Trilateral Offices 
will evaluate the program to determine whether the program 
should be expanded to include more applications. 


This pilot program will be initiated upon applicant’s request. 
In order to be eligible to participate in this pilot program, the 
following conditions must be met: 


(1) A national/regional application (PCT applications are 
excluded) must be first filed in the EPO, or the JPO or the 
USPTO; 


(2) Corresponding applications must be filed in the remaining 
two Trilateral Offices; 


(3) The claims in the first filed application and the corres- 
ponding applications must be drawn to the same invention. 
Applicant is required to submit a set of claims, in the English 
language, for concurrent search along with a claims correspon- 
dence table to each Trilateral Office no later than the expiration 
of three months from the filing date of the last corresponding 
application. The claims correspondence table must indicate 
how each claim in the set of claims for concurrent search 
corresponds to the claims filed in each of the three applications; 


(4) No first Office action on the merits/search report has 
been issued on the application by any of the Trilateral Offices; 


(5) Applicant must file a request/petition for participation 
in the concurrent search pilot program in each of the Trilateral 
Offices where the national/regional application was filed. The 
request/petition will permit an Office to take the application 
out of turn or defer action until the application is ready for 
concurrent search; 


(6) For the USPTO, the request/petition will be treated as 
either a petition to make an application special under 37 CFR 
1.102, requesting that the application be taken out of turn, or 
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if appropriate, as a petition to temporarily suspend action under 
37 CFR 1.103, requesting that action be deferred until the 
application is ready for concurrent search under this pilot pro- 
gram. The request/petition must be accompanied by the required 
petition fee (37 CFR 1.17(i)). The request/petition must also 
include an authorization for the USPTO to communicate with 
the other two Trilateral Offices concerning any subject matter 
of the U.S. application; 


(7) The request/petition filed in each Trilateral Office must 
include the application numbers and filing dates of the corres- 
ponding applications (if known) filed in the other Trilateral 
Offices. If the application numbers and filing dates of the 
corresponding applications are not known at the time of filing 
of a request/petition in a Trilateral Office, applicant must submit 
such information to the Trilateral Office when the information 
becomes available. 


Sample request/petition forms, sample set of claims for con- 
current search and sample claims correspondence table form 
will be available on the Trilateral Website (http://www.usp- 
to.gov/web/tws/index.html). The Trilateral Website can be 
accessed through the homepage of any one of the Trilateral 
Offices. 


Upon receipt of the request/petition, each Trilateral Office 
will notify the other Trilateral Offices that a request/petition 
has been filed. If upon review of the request/petition by the 
Trilateral Offices it is determined by the Trilateral Offices that 
the first filed application and the corresponding applications 
are not eligible for participation in the pilot program, e.g., a 
first office action on the merits/search report has been issued 
by one of the Trilateral Offices or the claims in the three 
applications are not drawn to the same invention (if any one 
of the Trilateral Offices determines that there is lack of unity 
of invention or a requirement for restriction is appropriate), 
applicant will be so notified by each of the Trilateral Offices. 
The refusal to accept applicant’s request/petition will not entitle 
applicant to a request for a refund of the petition fee paid to 
the USPTO (see 37 CFR 1.26). Furthermore, the decision by the 
Trilateral Offices to refuse acceptance of applicant’s request/ 
petition will not be subject to appeal or reconsideration. 


When the corresponding applications filed in the Trilateral 
Offices are ready for search, e.g., application is complete and 
all formality checks have been performed, a concurrent search 
of the application will be performed. Applicant will be notified 
by each of the Trilateral Offices that the request/petition for 
Participation in the concurrent search pilot program has been 
accepted. Examiners of the Trilateral Offices will have a first 
consultation with each other prior to performing the search to 
discuss the search strategies and fields of search as well as 
search tools and other electronic data bases to be used. Exam- 
iners will confer by electronic media such as fax, telephone, 
or Trilateral Network. Examiners of the three Offices will 
perform a comprehensive search based on the normal working 
methods of each Trilateral Office. Examiners will have a final 
consultation with each other after performing the search to 
discuss and share the search results prior to the preparation of 
the office action/search report. 


Each Trilateral Office will prepare an Office action/search 
report based on its own national/regional law. 


The pilot program will be evaluated by the Trilateral Offices 
prior to the June 2000 Trilateral conference to determine 
whether the pilot program should be modified or expanded. 


Request/petition for participation in the concurrent search 
pilot program filed in the USPTO should be addressed to the 
attention of Magdalen Greenlief, U.S. Patent and Trademark 
Office, Office of the Deputy Assistant Commissioner for Patent 
Policy and Projects, Crystal Park 2, Suite 910, Washington, 
D.C. 20231. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


May 5, 1999 


[1222 OG 109] 
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(150) Announcement on the Starting Date 
of Operations under the Eurasian 


Patent Convention 


The United States Patent and Trademark Office received 
notification from the World Intellectual Property Organization 
(WIPO) that: 


1. The starting date of operation under the Eurasian Patent 
Convention* which was done at Moscow on September 9, 
1994, is January 1, 1996. As from that date, the Eurasian Patent 
Office receives Eurasian patent applications and Eurasian 
patents can be sought** in international applications under the 
Patent Cooperation Treaty (PCT). 


Evraziiskoe patentnoe vedoms- 
trvo (EAPV) Eurasian Patent 
Office (EAPO) 


Name of the Office: 


M. Cherkassky per. 2/6, EAPV 
address: Moscow Centre, GSP, 
103621 Russian Federation 


Location and mailing 
address: 


(70-95) 206 63 21 
(70-95) 921 24 23 


Telephone: 
Facsimile: 


The President of the Eurasian Patent Office is Mr. Viktor I 
Blinnikov. 


2. By December 31, 1995, the following nine States (hereafter 
referred to as “the Contracting States”) have deposited their 
instruments of accession to, or ratification of, the Eurasian 
Patent Convention with the Director General of the World 
Intellectual Property Organization: Armenia, Azerbaijan, 
Belarus, Kazakstan, Kyrgyzstan, Republic of Moldova, Russian 
Federation, Tajikistan and Turkmenistan.*** 


3. The Convention allows anyone—irrespective of nation- 
ality or domicile—to obtain a Eurasian patent for invention, 
having effect in all the Contracting States, by filing a single 
application with, and making a single payment to, the Eurasian 
Patent Office in Moscow. The request part of an application 
for the grant of a Eurasian patent must be in Russian. Other 
parts of the Eurasian application may, at the moment of the 
filing of the application, be in Russian or in any other language. 
For any parts that are not in Russian, a Russian translation 
must be furnished by the applicant within two months following 
the date of receipt, by the Eurasian Patent Office, of the Eurasian 
application. The Eurasian Patent Office accepts the filing of 
applications by facsimile, but the signed original must reach 
the Office within 14 days. 


4. The procedure in the Eurasian Patent Office follows the 
usual rules: there is an examination as to form; this is followed 
by search, publication after the expiry of 18 months from the 
priority date, substantive examination (which is done on the 
request of the applicant; such a request must be made before 
the expiry of six months from the date of publication of the 
search report), and grant or refusal of grant of the Eurasian 
patent. 


5. If the grant of the Eurasian patent is refused, the applicant 
may transform his Eurasian application into national applica- 
tions having the filing date and the priority date, if any, of the 
Eurasian application, in those Contracting States in which he 
wishes to obtain a national patent under the national procedure. 


6. The granted Eurasian patent is not a bundle of national 
patents but has, in the Contracting States, a unitary legal effect 
governed by the Convention and the Patent Regulations adopted 
by the Administrative Council. 


7. Any dispute concerning the validity in a given Contracting 
State, or an infringement in a given Contracting State, of a 
Eurasian patent will be decided by the national courts or other 
competent authorities of that State on the basis of the Conven- 
tion and the Patent Regulations. Such a decision has legal effect 
only in the territory of that Contracting State. 
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8. In the case of a dispute, any national court or other compe- 
tent authority of a Contracting State in which Russian is not 
a State language may require that the plaintiff furnish to it a 
translation of the Eurasian patent in the State language. 


9. There is no requirement and no possibility to designate 
Contracting States in the Eurasian patent application. The Eur- 
asian patent has effect on the territory of all Contracting States 
from the date of its publication by the Eurasian Patent Office. 
However, at the time when the annual maintenance fees are 
due and are paid, the owner of the patent must designate by 
name those Contracting States in which he wishes the effect 
of the patent to continue. Designations must be addressed to 
the Eurasian Patent Office, and the patent maintenance fees 
must be paid at the same time. A separate fee is payable in 
respect of each designated Contracting State. 


10. Any person who has the right to be a representative 
before the national Patent Office of a Contracting State and 
who is registered with the Eurasian Patent Office as a patent 
agent may act as representative before the Eurasian Patent 
Office. Where the applicant does not have his residence or 
principal place of business in the territory of a Contracting 
State, he is required to be represented by a so registered patent 
agent. 

11. The fee to be paid at the filing of a Eurasian application 
(so called “unitary procedural fee”) is US$ 800, plus US$ 50 
for each claim in excess of ten, if any. This fee covers also 
search and publication. This fee is reduced by 25% when the 
application, filed via the PCT, enters the regional phase before 
the Eurasian Patent Office and is accompanied by an interna- 
tional (PCT) search report. A further amount of US$ 800 is 
payable when examination is requested. Finally, US$ 500 are 
payable when the Eurasian patent is granted. 

12. The list of registered patent agents, the schedule of fees 
and printed application (and other) forms are available from 
the Eurasian Patent Office. 


* For the text of the Eurasian Patent Convention, see Industrial Property Laws and 
Treaties, MULTILATERAL TREATIES - Text 2-013, Industrial Property and 
Copyright, July/August 1995. 

** For designation of States party to the Eurasian Patent Convention, see PCT 
Newsletter No. 11/1995, pages | and 6. 

*** As to the date of entry into force of the Convention for a given State, see the 
corresponding EAPC Notification issued by WIPO. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


February 13, 1996 


[1184 OG 40] 


(151) Department of Commerce 


Patent and Trademark Office 


37 CFR Part 10 
[Docket No. 9511277-5277-01] 
RIN 0651-AA65 


Cross-Appeals in Patent and Trademark Office 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
a rule of practice in disciplinary cases to provide a time period 
for filing a cross-appeal to the Commissioner of Patents and 
Trademarks after the initial decision of the Administrative Law 
Judge (ALJ). This amendment will simplify the appeals practice 
in disciplinary cases by eliminating the need to file contingent 
appeals. 


Effective Date: January 16, 1996. 


For Further Information Contact: Karen L. Bovard, 703-308- 
5316. 


Supplementary Information: The PTO issued a second notice of 
proposed rulemaking to amend a rule of practice in practitioner 
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disciplinary proceedings. 60 FR 4395, Jan. 23, 1995. Under 
the existing practice, after the ALJ’s initial decision, a party 
(either the respondent or the Director of the office of Enrollment 
and Discipline) might be obliged to file a contingent appeal to 
protect cross-appealable issues in the event the opposing party 
filed an appeal. The amended rule provides a time period for 
the party to file a cross-appeal after the opposing party has 
appealed to the Commissioner from the ALJ’s initial decision. 

No comment to the second notice of proposed rulemaking 
was received. The proposed rule is adopted. 


Other Considerations 


This rule change conforms with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12612 and 12866, and the Paperwork Reduction Act 
of 1980, 44 U.S.C. 3501 et seq. 


The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy of the Small Business Administration 
that the rule change will not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The principal impact of the rule change is to 
provide a time period to file a cross-appeal in a PTO disciplinary 
proceeding. See the first notice of proposed rulemaking. 58 FR 
at 38996. 


The PTO has determined that the rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
order 12612. The rule change is not significant for the purposes 
of Executive Order 12866. 

The rule change will not impose a burden under the Paper- 
work Reduction Act of 1980, 44 U.S.C. 3501 et seq., since no 
record keeping or reporting requirements within the coverage 
of the Act are placed upon the public. 


List of Subjects in 37 CFR Part 10 


Administrative practice and procedure, Inventions and 
patents, Lawyers, Reporting and recordkeeping requirements. 


Pursuant to the authority contained in 35 U.S.C. 6, the PTO 
amends 37 CFR part 10 as follows: 


Part 10-Representation of Others Before the Patent and 
Trademark Office 


1. The authority citation for 37 CFR part 10 would continue 
to read as follows: 


Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


2. Section 10.155 is amended by revising paragraph (a) to 
read as follows: 


§ 10.155 Appeal to the Commissioner. 


(a) Within thirty (30) days from the date of the initial decision 
of the administrative law judge under § 10.154, either party 
may appeal to the Commissioner. If an appeal is taken, the 
time for filing a cross-appeal expires (1) 14 days after the date 
of service of the appeal pursuant to § 10.142 or (2) 30 days 
after the date of the initial decision of the administrative law 
judge, whichever is later. An appeal or cross-appeal by the 
respondent will be filed and served with the Director in dupli- 
cate and will include exceptions to the decisions of the adminis- 
trative law judge and supporting reasons for those exceptions. 
If the Director files the appeal or cross-appeal, the Director 
shall serve on the other party a copy of the appeal or cross- 
appeal. The other party to an appeal or cross-appeal may file 
a reply brief. A respondent’s reply brief shall be filed and 
served in duplicate with the Director. The time for filing any 
reply brief expires thirty (30) days after the date of service 
pursuant to § 10.142 of an appeal, cross-appeal or copy thereof. 
If the Director files a reply brief, the Director shall serve on 
the other party a copy of the reply brief. Upon the filing of an 
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appeal, cross-appeal, if any, and reply briefs, if any, the Director 
shall transmit the entire record to the Commissioner. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


December 7, 1995 


[182 OG 517] 


(152) Practitioner’s Responsibility to Avoid 
Prejudice to the Rights of a Client/Patent Applicant 


Under 37 CFR Part 10, a practitioner is responsible for taking 
reasonable steps to avoid foreseeable prejudice to the rights 
of a client/patent applicant. This responsibility exists in all 
circumstances including those where the practitioner is opera- 
ting through a corporate liaison or foreign agent and has no 
direct contact with the client/patent applicant, who in most 
cases is the one being represented. 


This notice is intended to clarify the appropriate course of 
action for a practitioner to follow when the practitioner is 
operating through such a corporate liaison or foreign agent. In 
such arrangements, the registered practitioner may rely upon the 
advice of the corporate liaison or the client/patent applicant’s 
foreign agent as to the action to be taken so long as the prac- 
titioner is aware that the client/patent applicant has consented 
after full disclosure to be represented by the liaison or agent. 
It will be assumed by the Patent and Trademark Office that 
the client/patent applicant has an agreement with the liaison 
or agent, arrived at after full disclosure, to be represented by 
the liaison or -agent. Registered practitioners, if they wish, 
however, may maintain a copy of the agreement in this regard 
between the client/patent applicant and the liaison or agent in 
practitioner’s file of the application or other proceeding before 
the Office. If there is, in fact, no such agreement between the 
client/patent applicant and the liaison or agent, the registered 
practitioner must communicate to the client/patent applicant. 


In circumstances where the practitioner is aware that there 
is an agreement between the client/patent applicant and the 
liaison or agent, the practitioner may fully rely upon the advice 
of the liaison or agent as to the wishes of the client/patent 
applicant. For example, if the registered practitioner is 
instructed by the client/patent applicant’s liaison or agent to 
allow an application to go abandoned rather than to respond 
to an Office action within a set period for response, the prac- 
titioner may properly do so without any further notice to the 
client/patent applicant. 


It is assumed that withdrawal from employment by a prac- 
titioner will remain a relatively rare occurrence, particularly in 
view of this clarification. This notice should not be taken to 
require or encourage withdrawal. If a practitioner should decide 
to withdraw, however, the practitioner must take reasonable 
steps to avoid foreseeable prejudice to the rights of the client/ 
patent applicant including allowing time for employment of 
another practitioner (37 CFR 10.40). Therefore, at least thirty 
days would be required between the date of approval by the 
Office of the withdrawal and the later of the expiration date 
of the response period or the expiration date of the period 
which can be obtained by a petition for extension of time and 
fee under 37 CFR 1.136(a). This is necessary so that the client/ 
patent applicant would have sufficient time to obtain other 
representation or to take other action. If a period has been set 
for response and the period may be extended without a showing 
of cause pursuant to 37 CFR 1.136(a) by filing a petition for 
extension of time and fee, the practitioner will not be required 
to seek such extension of time for withdrawal to be approved. 
In such a situation, however, withdrawal will not be approved 
unless at least thirty days would remain between the date of 
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approval and the last date on which such a petition for extension 
of time and fee could properly be filed. 
Dec. 10, 1987 DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


[1086 OG 457] 


(153) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette 
Notice published at 1086 Official Gazette 457 (Jan. 12, 1988) 
entitled “Practitioner’s Responsibility to Avoid Prejudice to 
the Rights of a Client/Patent Applicant” and to amplify and 
supersede the Helpful Hint published at 1084 Official Gazette 
34 (Nov. 24, 1987) titled “Correspondence Address and/or Fee 
Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before 
the PTO is subject to the rules set forth in Part 10 and should 
carefully study the rules promulgation originally published at 
50 Federal Register 5158 (Feb. 6, 1985) and at 1052 Official 
Gazette 4 (Mar. 5, 1985) and reproduced as item number 172 
in the Consolidated Listing of Official Gazette Notices, pub- 
lished at 1086 Trademark Official Gazette 3 (Jan. 5, 1988). 


Practitioner’s Client 


During the promulgation of Part 10, 37 CFR, several individ- 
uals suggested that “it may be difficult to determine the identity 
of the ‘client’. . ., particularly in corporate patent departments.” 
The response to that suggestion was that “[t]he PTO will presume 
that practitioners know the identities of their clients . . ..” 50 
Federal Register 5163 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 356 (Jan. 5, 1988). For example, in a patent application, 
practitioner’s client is ordinarily the inventor who gives prac- 
titioner a power of attorney to prosecute the application (37 CFR 
1.31). A practitioner may represent only the assignee of the entire 
interest in a patent application if the assignee has filed a power 
of attorney and the assignee is conducting the prosecution of the 
application to the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed 
on behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then 
occur between the individual and the assignee, the record 
would be clear that the assignee is the client.” 50 Federal 
Register 5164 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather 
than the foreign attorney or agent. See Strojirenstvi v. Toyoda, 
2 USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited 
Yetter Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 
(D. Minn. 1981) for the principle that “when attorney served 
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as local counsel for a law firm representing Hiniker Co., the 
attorney represented Hiniker and not the law firm” and also 
cited Toulmin v. Becker, 105 USPQ 511 (Ohio Ct. App. 1954) 
for the principle that “foreign patent agents or attorneys were 
not clients of U.S. patent attorney.” The PTO expects prac- 
titioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 
between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such 
that the U.S. practitioner can rely upon the liaison or agent as 
the representative of the client for the purpose of communi- 
cating the client’s instructions about the proceeding to the 
U.S. practitioner. The PTO will assume that the client has an 
agreement with the liaison or agent to be represented by the 
liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client 
and the liaison or agent has ceased to exist and that instructions 
from the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be 
inserted in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communica- 
tion between the U.S. attorney or agent and the undersigned. 
In the event of a change in the persons from whom instruc- 
tions may be taken, the U.S. attorney or agent named herein 
will be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 
10.68(b) to “not permit a person who recommends, employs, 
or pays the practitioner to render legal services for another, to 
direct or regulate the practitioner’s professional judgment in 
rendering such legal services.” 


Practitioner’s Responsibility to a Client After the Client’s 
Patent Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been regis- 
tered. In response thereto, it is pointed out that a power of 
attorney given during prosecution of a patent or trademark 
application is considered to be viable after the patent is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable fer purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a pro- 
ceeding before the Office on behalf of the client after the patent 
issues or the trademark is registered. 
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Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. 
The mere existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark would not establish such a prac- 
titioner client relationship in the absence of other facts estab- 
lishing such a relationship since the purpose for which the 
power of attorney was originally given has been accomplished. 


Practitioner’s Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 
are necessary for the proper conduct of proceedings before the 
Office. Under 37 CFR 10.23(c)(8), practitioners have a duty 
to inform a client or former client or timely notify the Office 
of an inability to notify a client or former client of certain 
correspondence received from the Office and also from the 
client’s or former client’s opponent in an inter partes pro- 
ceeding before the Office. Practitioners have an obligation 
whether the client is a present client or a former client. Included 
among the items of correspondence of which practitioners have 
the obligation to inform clients or former clients are notices 
regarding maintenance fees, reexamination proceedings, and 
institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings ‘ 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified solely for mainte- 
nance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to mainte- 
nance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 
Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 


DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


May 25, 1988 


[1091 OG 26] 
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Patent Cooperation Treaty (PCT) Update 


Accession by the Kingdom of Morocco 


The United States Patent and Trademark Office received notification from the World Intellectual Property Organization (WIPO) 
that the Kingdom of Morocco deposited its instrument of accession to the PCT on July 8, 1999. The Kingdom of Morocco will 
become a Contracting State of the PCT on October 8, 1999. Consequently, nationals and residents of the Kingdom of Morocco 
are entitled to file international applications under the PCT on and after October 8, 1999, and from the same date it is possible 
to file international applications designating and electing the Kingdom of Morocco (country code: MA). 


Country 


(1) Central African Republic’ 


(2) Senegal? 

(3) Madagascar.. 
(4) Malawi? 

(5) Cameroon’... 
(6) Chad? 

(7) Togo’... 

(8) Gabon? 


(9) United States of America 


(10) 
(11) 
(12) 
(13) 
(14) 
(15) 
(16) 
(17) 
(18) 
(19) 
(20) 
(21) 
(22) 
(23) 
(24) 
(25) 
(26) 
(27) 
(28) 
(29) 


(30) 
(31) 
(32) 
(33) 
(34) 
(35) 
(36) 
(37) 
(38) 
(39) 
(40) 
(41) 
(42) 
(43) 
(44) 
(45) 
(46) 
(47) 
(48) 
(49) 
(50) 
(51) 
(52) 
(53) 
(54) 
(55) 
(56) 
(57) 
(58) 
(59) 


Germany’ 
Congo? 
Switzerland’ 
United Kingdom’ 
France* 


Luxembourg’... 
Sweden’ .. 


Denmark’... 
Austria* 
Monaco’ 
Netherlands* 
Romania 
Norway 
Liechtenstein’ 
Australia 


Democratic People’s Republic of 
Korea (North Korea) 


Republic of Korea (South Korea) 
Mali’ 


Céte d’ Ivoire’. 
Guinea? 

Mongolia 

Czech Republic.... 
Ireland’ 


Viet Nam... 
Slovakia... 
Niger? 
Kazakstan® 


Latvia 


Listing of PCT Member Countries 


Instrument 


Accession 
Ratification 
Ratification... 
Accession 
Accession 
Accession 
Ratification 
Accession 
Ratification 
Ratification 
Accession 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Ratification 
Accession 
Accession... 
Ratification 


Accession 
Ratification 
Ratification 
Accession 
Accession 
Accession... 
Accession... 
Accession. .... 
Accession... 
Accession... 
Ratification.. 
Accession... 
Accession... 
Accession .... 
Ratification 
Accession 
Accession 
Ratification 
Accession .... 
Accession... 
Declaration‘ 
Ratification 
Accession 
Accession 
Declaration*.. 
Accession 
Declaration’*.. 
Accession 
Declaration’.. 
Declaration’.. 
Accession 


Date of Deposit 
of Instrument 


15 September 1971 
08 March 1972...... 
27 March 1972...... 
16 May 1972......... 
15 March 1973...... 
12 February 1974.. 
28 January 1975.... 
06 March 1975...... 
26 November 1975 
19 July 1976 

08 August 1977 

14 September 1977 
24 October 1977.... 
25 November 1977 
29 December 1977 
09 January 1978 .... 
31 January 1978 .... 
17 February 1978 .. 
01 July 1978 

01 September 1978 
23 January 1979 .... 
22 March 1979 

10 April 1979 

23 April 1979 

01 October 1979.... 
19 December 1979 
31 December 1979 
27 March 1980 


08 April 1980 

01 July 1980 

14 September 1981 
26 November 1981 
13 January 1983.... 
16 January 1984... 
21 February 1984.. 
10 May 1984 

19 July 1984 

12 December 1984 
28 December 1984 
26 November 1986 
21 December 1988 
16 August 1989 
02 October 1989.... 
09 July 1990 

25 September 1990 
31 January 1991 .... 
27 February 1991 .. 
27 February 1991 .. 
18 December 1992 
01 May 1992......... 
24 August 1992..... 
O01 September 1992 
21 September 1992 
10 December 1992 
30 December 1992 
21 December 1992 
16 February 1993 .. 
14 April 1993 ........ 
07 June 1993 ......... 


Entry into 
Force 


24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
24 January 1978 
25 February 1978 
29 March 1978 
09 April 1978 
30 April 1978 
17 May 1978 

01 October 1978 
01 December 1978 
23 April 1979 
22 June 1979 

10 July 1979 

23 July 1979 

01 January 1980 
19 March 1980 
31 March 1980 
27 June 1980 


08 July 1980 

01 October 1980 
14 December 1981 
26 February 1982 
13 April 1983 

16 April 1984 

21 May 1984 

10 August 1984 
19 October 1984 
12 March 1985 

28 March 1985 

26 February 1987 
21 March 1989 

16 November 1989 
02 January 1990 
09 October 1990 
25 December 1990 
30 April 1991 

27 May 1991 

27 May 1991 

Ol January 1993 
01 August 1992 
24 November 1992 
01 December 1992 
25 December 1991 
10 March 1993 

Ol January 1993 
21 March 1993 

25 December 1991 
25 December 1991 
07 September 1993 
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(60) Uzbekistan 
Country 


(61) China 

(62) Slovenia 

(63) Trinidad and Tobago 
(64) Georgia 

(65) Kyrgyzstan® 

(66) Republic of Moldova’ 
(67) Tajikistan 

(68) Kenya’® 

(69) Lithuania 

(70) Armenia*® 

(71) Estonia 

(72) Liberia 

(73) Swaziland® 

(74) Mexico 

(75) Uganda® 

(76) Singapore.... 

(77) Iceland 

(78) Turkmenistan® 


(79) The former Yugoslav Republic of Macedonia 


(80) Albania 

(81) Lesotho* 

(82) Azerbaijan’ . 

(83) Turkey 

(84) Israel 

(85) Cuba 

(86) Saint Lucia 

(87) Bosnia and Herzegovina 

(88) Federal Republic of Yugoslavia’.. 
(89) Ghana’...... 

(90) Zimbabwe? 

(91) Sierra Leone 

(92) Indonesia .... 

(93) Gambia? 

(94) Guinea-Bissau ... 

(95) Cyprus 

(96) Croatia 

(97) Grenada ... 

(98) India 

(99) United Arab Emirates 

(100) Republic of South Africa . 
(101) Republic of Costa Rica 
(102) Commonwealth of Dominica 
(103) United Republic of Tanzania 
(104) Morocco 
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Declaration* 
Instrument 


Accession 
Accession 
Accession 
Declaration”... 
Declaration’.... 
Declaration*.... 
Declaration’... 
Accession 
Accession 
Declaration’... 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession ... 
Accession 
Declaration* 
Accession 
Accession... 
Accession. .... 
Accession... 
Accession 
Ratification 
Accession 
Accession... 
Accession 
Ratification 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession 
Accession... 
Accession... 
Accession .... 
Accession .... 
Accession... 
Accession... 
Accession... 
Accession... 
Accession .... 
Accession 


18 August 1993 ..... 
Date of Deposit 
of Instrument 


01 October 1993... 
01 December 1993 
10 December 1993 
18 January 1994.... 
14 February 1994.. 
14 February 1994... 
14 February 1994 .. 
08 March 1994 

05 April 1994 

17 May 1994 

24 May 1994 

27 May 1994 

20 June 1994 

O01 October 1994... 
09 November 1994 
23 November 1994 
23 December 1994 
O01 March 1995 

10 May 1995 

04 July 1995 

21 July 1995 

25 September 1995 
01 October 1995... 
01 March 1996 

16 April 1996 

30 May 1996 

7 June 1996 

01 November 1996 
26 November 1996 
11 March 1997 

17 March 1997 

05 June 1997 

09 September 1997 
12 September 1997 
01 January 1998 .... 
O1 April 1998 

22 June 1998 

07 September 1998 
10 December 1998 
16 December 1998 
03 May 1999 

07 May 1999 

14 June 1999 

08 July 1999 
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25 December 1991 
Entry into 
Force' 


01 January 1994 
Ol March 1994 

10 March 1994 

25 December 1991 
25 December 1991 
25 December 1991 
25 December 1991 
08 June 1994 

OS July 1994 

25 December 1991 
24 August 1994 
27 August 1994 
20 September 1994 
Ol January 1995 
09 February 1995 
23 February 1995 
23 March 1995 

25 December 1991 
10 August 1995 
04 October 1995 
21 October 1995 
25 December 1995 
01 January 1996 
O01 June 1996 

16 July 1996 

30 August 1996 

7 September 1996 
01 February 1997 
26 February 1997 
11 June 1997 

17 June 1997 

05 September 1997 
09 December 1997 
12 December 1997 
01 April 1998 

01 July 1998 

22 September 1998 
07 December 1998 
10 March 1999 

16 March 1999 

03 August 1999 
07 August 1999 
14 September 1999 
08 October 1999 


‘Although the PCT entered into force on January 24, 1978, the Assembly of the PCT Union fixed June 1, 1978, as the date 
from which international applications could be filed and demands for international preliminary examination could be submitted. 


"Member of African Intellectual Property Organization (OAPI) regional patent system. 

‘Member of European Patent Convention (EPC) regional patent system. 

‘Declaration of continued application. 

‘Member of African Regional Industrial Property Organization (ARIPO) regional patent system. 

°Member of Eurasian Patent Organization (EAPO) regional patent system. 

’The Federal Republic of Yugoslavia is comprised of the Republics of Serbia and Montenegro. The World Intellectual Property 
Organization has utilized the two-letter code “YU” to refer to the Federal Republic of Yugoslavia becoming a party to the Patent 


Cooperation Treaty. The United States understands that the scope of the territory covered by the designation encompasses only 
the Republics of Serbia and Montenegro. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


August 2, 1999 


{1225 OG 114] 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No.: 980511124-8284-02] 


Revision of Patent Cooperation Treaty 
Application Procedure 


(155) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule. 


SUMMARY: The Patent and Trademark Office (Office or 
USPTO) is confirming the amendment of its rules of practice 
relating to applications filed under the Patent Cooperation 
Treaty (PCT). This amendment of the rules of practice con- 
formed the United States rules of practice with the corres- 
ponding changes to the Regulations under the PCT which 
became effective July 1, 1998. 


DATES: This final rule is effective on December 1, 1998. The 
interim rule, published at 63 FR 29614 (June 1, 1998), was 
effective on July 1, 1998. 


FOR FURTHER INFORMATION CONTACT: Richard 
Lazarus, PCT Legal Office Supervisor, by telephone at (703) 
308-6451; or by mail addressed to: Box PCT, Assistant Com- 
missioner for Patents, Washington, DC 20231; or by facsimile 
to (703) 308-6459, marked to the attention of Richard Lazarus. 


Supplementary Information: During a September-October 
1997 meeting of the Governing Bodies of the World Intellectual 
Property Organization (WIPO), the PCT Assembly adopted 
amendments to the PCT Regulations. These amendments to 
the PCT Regulations took effect on July 1, 1998, and the 
amended PCT Regulations were published in the Official 
Gazette at 1210 Off. Gaz. Pat. Office 29 (May 12, 1998). An 
interim rule conforming the United States rules of practice to the 
corresponding changes in the PCT Regulations was published in 
the Federal Register at 63 FR 29614 (June 1, 1998), and in 
the Official Gazette at 1211 Off. Gaz. Pat. Office 76 (June 23, 
1998). 


The Office has received no comments on the changes to 37 
CFR contained in the interim rule. Accordingly, the changes 
to 37 CFR contained in the above-mentioned interim rule are 
adopted as final in this final rule. 


Applicants are again notified that PCT Rules 20.4(c) and 
26.3ter(a) and (c) as amended are not compatible with the 
national law of the United States, and thus the USPTO has 
taken a reservation on adherence to these Rules through its 
notification to the Director General of WIPO to such effect. 
See PCT Rules 20.4(d) and 26.3ter(b) and (d). Similarly, the 
USPTO continues not to adhere to the unchanged provisions 
of PCT Rule 49.5(cbis) and (k) with respect to the translation 
requirements for United States national stage applications (35 
U.S.C. 371(c)(2)). See PCT Rule 49.5(1). 


The above-noted changes to the PCT Regulations include the 
addition of new PCT Rules 89bis and 89ter (directed to elec- 
tronic filing and processing of international applications) which 
will enter into force at the same time as the modifications to 
the Administrative Instructions implementing those PCT Rules. 
Implementation of PCT Rules 89bis and 89ter is optional with 
each national office. In the event that the USPTO decides to 
implement PCT Rules 89bis and 89ter, the USPTO will provide 
notice to that effect in the Federal Register and Official Gazette. 


Discussion of Specific Rules: A section-by-section discussion 
of the changes to title 37 of the Code of Federal Regulations 
adopted as final in this final rule is set forth in the above- 
mentioned interim rule at 63 FR 29614-17, and 1211 Off. Gaz. 
Pat. Office 77-78. 


Other Considerations: 
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The United States rules of practice contained in title 37, CFR, 
must conform to the PCT Articles and the Regulations annexed 
to the PCT. See PCT Article 27(1). This final rule adopts as 
final changes required to conform the United States rules of 
practice for international applications to the amendments to the 
PCT Regulations which became effective on July 1, 1998. 
Thus, this final rule is covered by the foreign affairs function 
exception of 5 U.S.C. 553(a)(1), and may be adopted without 
prior notice and opportunity for public comment. See Interna- 
tional Brotherhood of Teamsters v. Pena, 17 F.3d 1478, 1486 
(D.C. Cir. 1994). 


As prior notice and an opportunity for public comment are not 
required pursuant to 5 U.S.C. 553, or any other law, the analyt- 
ical requirements of the Regulatory Flexibility Act, 5 U.S.C. 
601 et seq., are inapplicable. This final rule does not contain 
policies with federalism implications sufficient to warrant prep- 
aration of a Federalism Assessment under Executive Order 
12612 (October 26, 1987). This final rule has been determined 
not to be significant for purposes of Executive Order 12866 
(September 30, 1993). 


This final rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The principal impact of this final rule 
is to adopt as final changes that conform the United States 
rules of practice relating to applications filed under the PCT 
to the corresponding amendments made to the Regulations 
under the PCT. 


The general purpose of the PCT is to provide a single set of 
standards and procedures for the filing of patent applications 
on the same invention in any of the over ninety PCT member 
countries. The PCT provides a common filing procedure and 
a standardized application format for international applications. 


The collection of information in this final rule has been 
reviewed and approved by OMB under control number 0651- 
0021. The public reporting burden for this collection of informa- 
tion is estimated to average 0.95 hours per response, including 
the time for reviewing instructions, searching existing data 
sources, gathering and maintaining the information. Send com- 
ments regarding this burden estimate or any other aspect of 
the data requirement, including suggestions for reducing the 
burden to Richard Lazarus at the address specified above and 
to the Office of Information and Regulatory Affairs, OMB, 
725 17th Street, N.W., Washington, D.C., 20503 (Attn: PTO 
Desk Officer). 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
contro] number. 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirements, Small Businesses. 


For the reasons set forth in the preamble, the interim rule 
amending 37 CFR Part | which was published at 63 FR 29614- 
29620 on June 1, 1998, is adopted as a final rule without 
change. 


Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks 


Nov. 23, 1998 


[1217 OG 143] 
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(156) Announcement of Certain Amendments to 
the Regulations Under the 


Patent Cooperation Treaty (PCT) 


Certain of the Regulations under the Patent Cooperation Treaty 
were amended with effect from July 1, 1998, unless a different 
date is indicated in a footnote to the amended Regulations 
which are reproduced below. The following highlight some of 
the amendments made: 


(1) PCT Gazette - the two separate English and French paper 
editions of the Gazette were replaced by a single bilingual 
paper version; 


(2) Language of the international application - the existing 
provisions as to the languages in which international applica- 
tions may be filed, 


(3) Priority claims - PCT Rule 4.10 has been completely 
revised to simplify correction procedures in cases of mistakes 
and/or omissions, to simplify requirements relating to the con- 
tents of priority claims and to liberalize requirements relating 
to the furnishing of priority documents; 


(4) Demand for international preliminary examination - a 
safeguard has been introduced for the situation in which a 
demand is not filed with the competent International Prelimi- 
nary Examining Aiuthority (IPEA); 


(5) Access - copies of documents in the files of the Interna- 
tional Bureau and the IPEA will become more readily available 
_ to third parties after international publication for international 
applications filed on or after July 1, 1998; 


(6) Payment of fees - time limits for payment of different 
fees during the international phase’have been made more uni- 
form and other features of relevant rules have been clarified; 


(7) Sequence listings - a new standard for the presentation 
of nucleotide and amino acid sequences will be adopted and 
will replace the current various requirements of the International 
Searching Authorities, IPEAs and designated and elected 
offices; and 


(8) Deposits - the scope of PCT Rule 13bis has been broad- 
ened to cover deposits of biological material. 


AMENDMENTS OF THE REGULATIONS UNDER 
THE PATENT COOPERATION TREATY (PCT) 


TEXT OF THE AMENDED RULES"! 


Rule 3 
The Request (Form) 
3.1 and 3.2 [No change] 


3.3 Check List 
(a) The request shall contain a list indicating: 


(i) the total number of sheets constituting the international 
application and the number of the sheets of each element of 
the international application: request, description (separately 
indicating the number of sheets of any sequence listing part of 
the description), claims, drawings, abstract; 


(ii) where applicable, that the international application as filed 
is accompanied by a power of attorney (i.e., a document 
appointing an agent or a common representative), a copy of a 
general power of attorney, a priority document, a sequence 
listing in computer readable form, a document relating to the 
payment of fees, or any other document (to be specified in the 
check list); 


(iii) [No change] 
(b) [No change] 
3.4 [No change] 
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Rule 4 
The Request (Contents) 


4.1 to 4.9 [No change] 
4.10 Priority Claim 


(a) Any declaration referred to in Article 8(1) (“priority claim”) 
shall, subject to Rule 26bis.1, be made in the request; it shall 
consist of a statement to the effect that the priority of an earlier 
application is claimed and shall indicate: 


(i) the date on which the earlier application was filed, being 
a date falling within the period of 12 months preceding the 
international filing date; 


(ii) the number of the earlier application; 


(iii) where the earlier application is a national application, the 
country party to the Paris Convention for the Protection of 
Industrial Property in which it was filed; 


(iv) where the earlier application is a regional application, the 
authority entrusted with the granting of regional patents under 
the applicable regional patent treaty; 


(v) where the earlier application is an international application, 
the receiving Office with which it was filed. 


(b) In addition to any indication required under paragraph (a)(iv) 
or (v): 


(i) where the earlier application is a regional application or an 
international application, the priority claim may indicate one 
or more countries party to the Paris Convention for the Protec- 
tion of Industrial Property for which that earlier application 
was filed; 


(ii) where the earlier application is a regional application and 
the countries party to the regional patent treaty are not all party 
to the Paris Convention for the Protection of Industrial Property, 
the priority claim shall indicate at least one country party to 
that Convention for which that earlier application was filed. 


(c) For the purposes of paragraphs (a) and (b), Article 2(vi) 
shall not apply. 


(d) [Deleted] 
(e) [Deleted] 
4.11 to 4.17 [No change] 


Rule 5 
The Description 


5.1 [No change] 
5.2 Nucleotide and/or Amino Acid Sequence Disclosure 


(a) Where the international application contains disclosure of 
one or more nucleotide and/or amino acid sequences, the 
description shall contain a sequence listing complying with the 
standard provided for in the Administrative Instructions and 
presented as a separate part of the description in accordance 
with that standard. 


(b) Where the sequence listing part of the description contains 
any free text as defined in the standard provided for in the 
Administrative Instructions, that free text shall also appear in 
the main part of the description in the language thereof. 


Rule 11 
Physical Requirements of the International Application 


11.1 to 11.13 [No change] 
11.14 Later Documents 


Rules 10, and 11.1 to 11.13, also apply to any document- 
for example, corrected pages, amended claims, translations- 
submitted after the filing of the international application. 
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Rule 12 
Language of the International Application 
and Translation for the Purposes of International Search 


12.1 Languages Accepted for the Filing of International Appli- 
cations 


(a) An international application shall be filed in any language 
which the receiving Office accepts for that purpose. 


(b) Each receiving Office shall, for the filing of international 
applications, accept at least one language which is both: 


(i) a language accepted by the International Searching 
Authority, or, if applicable, by at least one of the International 
Searching Authorities, competent for the international 
searching of international applications filed with that receiving 
Office, and 


(ii) a language of publication. 
(iii) [Deleted] 


(c) Notwithstanding paragraph (a), the request shall be filed in 
a language which is both a language accepted by the receiving 
Office under that paragraph and a language of publication. 


(d) Notwithstanding paragraph (a), any text matter contained 
in the sequence listing part of the description referred to in 
Rule 5.2(a) shall be presented in accordance with the standard 
provided for in the Administrative Instructions. 


12.2 Language of Changes in the International Application 


(a) Any amendment of the international application shall, sub- 
ject to Rules 46.3, 55.3 and 66.9, be in the language in which 
the application is filed. 


(b) Any rectification under Rule 91.1 of an obvious error in 
the international application shall be in the language in which 
the application is filed, provided that: 


(i) where a translation of the international application is required 
under Rule 12.3(a), 48.3(b) or 55.2(a), rectifications referred 
to in Rule 91.1(e)(ii) and (iii) shall be filed in both the language 
of the application and the language of that translation; 


(ii) where a translation of the request is required under Rule 
26.3ter(c), rectifications referred to in Rule 91.1(e)(i) need only 
be filed in the language of that translation. 


(c) Any correction under Rule 26 of a defect in the international 
application shall be in the language in which the international 
application is filed. Any correction under Rule 26 of a defect 
in a translation of the international application furnished under 
Rule 12.3 or 55.2(a), or in a translation of the request furnished 
under Rule 26.3ter(c), shall be in the language of the translation. 


12.3 Translation for the Purposes of International Search 


(a) Where the language in which the international application 
is filed is not accepted by the International Searching Authority 
that is to carry out the international search, the applicant shall, 
within one month from the date of receipt of the international 
application by the receiving Office, furnish to that Office a 
translation of the international application into a language which 
is all of the following: 


(i) a language accepted by that Authority, and 
(ii) a language of publication, and 


(iii) a language accepted by the receiving Office under Rule 
12.1(a), unless the international application is filed in a language 
of publication. 


(b) Paragraph (a) shall not apply to the request nor to any 
sequence listing part of the description. 


(c) Where, by the time the receiving Office sends to the appli- 
cant the notification-under Rule 20.5(c), the applicant has not 
furnished a translation required under paragraph (a), the 
receiving Office shall, preferably together with that notification, 
invite the applicant: 
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(i) to furnish the required translation within the time limit under 
paragraph (a); 


(ii) in the event that the required translation is not furnished 
within the time limit under paragraph (a), to furnish it and to 
pay, where applicable, the late furnishing fee referred to in 
paragraph (e), within one month from the date of the invitation 
or two months from the date of receipt of the international 
application by the receiving Office, which ever expires later. 


(d) Where the receiving Office has sent to the applicant an 
invitation under paragraph (c) and the applicant has not, within 
the applicable time limit under paragraph (c)(ii), furnished the 
required translation and paid any required late furnishing fee, 
the international application shall be considered withdrawn and 
the receiving Office shall so declare. Any translation and any 
payment received by the receiving Office before that Office 
makes the declaration under the previous sentence and before 
the expiration of 15 months from the priority date shall be 
considered to have been received before the expiration of that 
time limit. 


(e) The furnishing of a translation after the expiration of the 
time limit under paragraph (a) may be subjected by the receiving 
Office to the payment to it, for its own benefit, of a late 
furnishing fee equal to 50% of the basic fee. 


Rule 13bis 
Inventions Relating to Biological Material 


13bis.1 Definition 


For the purposes of this Rule, “reference to deposited biological 
material” means particulars given in an international application 
with respect to the deposit of biological material with a deposi- 
tary institution or to the biological material so deposited. 


13bis.2 References (General) 


Any reference to deposited biological material shall be made 
in accordance with this Rule and, if so made, shall be considered 
as satisfying the requirements of the national law of each desig- 
nated State. 


13bis.3 References: Contents; Failure to Include Reference or 
Indication 


(a) A reference to deposited biological material shall indicate: 
(i) [No change] 


(ii) the date of deposit of the biological material with that 
institution; 


(iii) and (iv) [No change] 


(b) Failure to include a reference to deposited biological mate- 
rial or failure to include, in a reference to deposited biological 
material, an indication in accordance with paragraph (a), shall 
have no consequence in any designated State whose national 
law does not require such reference or such indication in a 
national application. 


13bis.4 References: Time Limit for Furnishing Indications 


(a) Subject to paragraphs (b) and (c), if any of the indications 
referred to in Rule 13is.3(a) is not included in a reference to 
deposited biological material in the international application 
as filed but is furnished to the International Bureau: 


(i) within 16 months from the priority date, the indication shall 
be considered by any designated Office to have been furnished 
in time; 


(ii) after the expiration of 16 months from the priority date, 
the indication shall be considered by any designated Office to 
have been furnished on the last day of that time limit if it reaches 
the International Bureau before the technical preparations for 
international publication have been completed. 


(b) If the national law applicable by a designated Office so 
requires in respect of national applications, that Office may 
require that any of the indications referred to in Rule 13bis.3(a) 
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be furnished earlier than 16 months from the priority date, 
provided that the International Bureau has been notified of such 
requirement pursuant to Rule 13bis.7(a)(ii) and has published 
such requirement in the Gazette in accordance with Rule 
13bis.7(c) at least two months before the filing of the interna- 
tional application. 


(c) Where the applicant makes a request for early publication 
under Article 21(2)(b), any designated Office may consider 
any indication not furnished before the technical preparations 
for international publication have been completed as not having 
been furnished in time. 


(d) The International Bureau shall notify the applicant of the 
date on which it received any indication furnished under para- 


graph (a), and 


(i) if the indication was received before the technical prepara- 
tions for international publication have been completed, indicate 
that date, and include the relevant data from the indication, in 
the pamphlet published under Rule 48; 


(ii) if the indication was received after the technical preparations 
for international publication have been completed, notify that 
date and the relevant data from the indication to the designated 
Offices. 


13bis.5 References and Indications for the Purposes of One 
or More Designated States; Different Deposits for Different 
Designated States; Deposits with Depositary Institutions Other 
than Those Notified 


(a) A reference to deposited biological material shall be consid- 
ered to be made for the purposes of all designated States, unless 
it is expressly made for the purposes of certain of the designated 
States only; the same applies to the indications included in the 
reference. 


(b) References to different deposits of the biological material 
may be made for different designated States. 


(c) Any designated Office may disregard a deposit made with 
a depositary institution other than one notified by it under Rule 
13bis.7(b). 


13bis.6 Furnishing of Samples 
(a) [Deleted] 


Pursuant to Articles 23 and 40, no furnishing of samples of 
the deposited biological material to which a reference is made 
in an international application shall, except with the authoriza- 
tion of the applicant, take place before the expiration of the 
applicable time limits after which national processing may start 
under the said Articles. However, where the applicant performs 
the acts referred to in Articles 22 or 39 after international 
publication but before the expiration of the said time limits, 
the furnishing of samples of the deposited biological material 
may take place, once the said acts have been performed. Not- 
withstanding the previous provision, the furnishing of samples 
of the deposited biological material may take place under the 
national law applicable by any designated Office as soon as, 
under that law, the international publication has the effects of 
the compulsory national publication of an unexamined national 
application. 


13bis.7 National Requirements: Notification and Publication 


(a) Any national Office may notify the International Bureau 
of any requirement of the national law: 


(i) that any matter specified in the notification, in addition to 
those referred to in Rule 13bis.3(a)(i), (ii) and (iii), is required 
to be included in a reference to deposited biological material 
in a national application; 


(ii) that one or more of the indications referred to in Rule 
13bis.3(a) are required to be included in a national application 
as filed or are required to be furnished at a time specified in 
the notification which is earlier than 16 months from the priority 
date. 


(b) Each national Office shall notify the International Bureau of 
the depositary institutions with which the national law permits 
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deposits of biological materials to be made for the purposes 
of patent procedure before that Office or, if the national law 
does not provide for or permit such deposits, of that fact. 


(c) [No change] 


Rule 13ter 
Nucleotide and/or Amino Acid Sequence Listings 


13ter.1 Sequence Listing for International Authorities 


(a) Where the International Searching Authority finds that the 
international application contains disclosure of one or more 
nucleotide and/or amino acid sequences but: 


(i) the international application does not contain a sequence 
listing complying with the standard provided for in the Adminis- 
trative Instructions, that Authority may invite the applicant to 
furnish to it, within a time limit fixed in the invitation, a 
sequence listing complying with that standard; 


(ii) the applicant has not already furnished a sequence listing 
in computer readable form complying with the standard pro- 
vided for in the Administrative Instructions, that Authority may 
invite the applicant to furnish to it, within a time limit fixed 
in the invitation, a sequence listing in such a form complying 
with that standard. 


(b) [Deleted] 


(c) If the applicant does not comply with an invitation under 
paragraph (a) within the time limit fixed in the invitation, the 
International Searching Authority shall not be required to search 
the international application to the extent that such noncompli- 
ance has the result that a meaningful search cannot be carried 
out. 


(d) Where the International Searching Authority finds that the 
description does not comply with Rule5.2(b), it shall invite the 
applicant to file the required correction. Rule 26.4 shall apply 
mutatis mutandis to any correction offered by the applicant. 
The International Searching Authority shall transmit the correc- 
tion to the receiving Office and to the International Bureau. 


(e) Paragraphs (a) and (c) shall apply mutatis mutandis to 
the procedure before the International Preliminary Examining 
Authority. 


(f) Any sequence listing not contained in the international appli- 
cation as filed shall not, subject to Article 34, form part of the 
international application. 


13ter.2 Sequence Listing for Designated Office 


Once the processing of the international application has started 
before a designated Office, Rulel3ter.1(a) shall apply mutatis 
mutandis to the procedure before that Office. No designated 
Office shall require the applicant to furnish to it a sequence 
listing other than a sequence listing complying with the standard 
provided for in the Administrative Instructions. 


(b) [Deleted] 


Rule 14 
The Transmittal Fee 


14.1 The Transmittal Fee 
(a) [No change] 


(b) The amount of the transmittal fee, if any, shall be fixed by 
the receiving Office. 


(c) The transmittal fee shall be paid within one month from 
the date of receipt of the international application. The amount 
payable shall be the amount applicable on that date of receipt. 
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Rule 15 
The International Fee 


15.1 Basic Fee and Designation Fee 


Each international application shall be subject to the payment 
of a fee for the benefit of the International Bureau (“interna- 
tional fee”) to be collected by the receiving Office and con- 
sisting of, 


(i) [No change] 


(ii) as many “designation fees” as there are national patents 
and regional patents sought under Rule4.9(a), except that, where 
Article 44 applies in respect of a designation, only one designa- 
tion fee shall be due for that designation, and that the Schedule 
of Fees may indicate a maximum number of designation fees 
payable. 


15.2 Amounts 
(a) [No change] 


(b) The basic fee and the designation fee shall be payable in 
the currency or one of the currencies prescribed by the receiving 
Office (“prescribed currency’”’), it being understood that, when 
transferred by the receiving Office to the International Bureau, 
they shall be freely convertible into Swiss currency. The 
amounts of the basic fee and of the designation fee shall be 
established, for each receiving Office which prescribes the 
payment of those fees in any currency other than Swiss cur- 
rency, by the Director General after consultation with the 
receiving Office of, or acting under Rule19.1(b) for, the State 
whose official currency is the same as the prescribed currency. 
The amounts so established shall be the equivalents, in round 
figures, of the amounts in Swiss currency set out inthe Schedule 
of Fees. They shall be notified by the International Bureau to 
each receiving Office prescribing payment in that prescribed 
currency and shall be published in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between Swiss currency and any 
prescribed currency becomes different from the exchange rate 
last applied, the Director General shall establish new amounts 
in the prescribed currency according to directives given by 
the Assembly. The newly established amounts shall become 
applicable two months after the date of their publication in the 
Gazette, provided that the receiving Office referred to in the 
second sentence of paragraph (b) and the Director General may 
agree on a date falling during the said two-month period, in 
which case the said amounts shall become applicable from that 
date. 


15.3 [Deleted] 
15.4 Time Limit for Payment; Amount Payable 
(a) The basic fee shall be paid within one month from the date 


of receipt of the international application. The amount payable 
shall be the amount applicable on that date of receipt. 


(b) The designation fee shall be paid within a time limit of: 


(i) one year from the priority date, or 


(ii) one month from the date of receipt of the international 
application if that one-month period expires later than one year 
from the priority date. 


(c) Where the designation fee is paid before the expiration of 
one month from the date of receipt of the international applica- 
tion, the amount payable shall be the amount applicable on 
that date of receipt. Where the time limit under paragraph (b)(i) 
applies and the designation fee is paid before the expiration of 
that time limit but later than one month from the date of receipt 
of the international application, the amount payable shall be 
the amount applicable on the date of payment. (i) and (ii) 
[Deleted] 
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15.5 Fees Under Rule 4.9(c) 


(a) Notwithstanding Rule 15.4(b), the confirmation under Rule 
4.9(c) of any designations made under Rule 4.9(b) shall be 
subject to the payment to the receiving Office of as many 
designation fees (for the benefit of the International Bureau) 
as there are national patents and regional patents sought by 
the applicant by virtue of the confirmation, together with a 
confirmation fee (for the benefit of the receiving Office) equal 
to 50% of the sum of the designation fees payable under this 
paragraph. Such fees shall be payable in respect of each designa- 
tion so confirmed, even if the maximum number of designation 
fees referred to in item 2(a) of the Schedule of Fees is already 
payable or if a designation fee is already payable in respect of 
the designation under Rule 4.9(a) of the same State for a dif- 
ferent purpose. 


(b) [No change] 
15.6 Refund 


The receiving Office shall refund the international fee to the 
applicant: 


(i) if the determination under Article 11(1) is negative, 


(ii) if, before the transmittal of the record copy to the Interna- 
tional Bureau, the international application is withdrawn or 
considered withdrawn, or 


(iti) if, due to prescriptions concerning national security, the 
international application is not treated as such. 


Rule 16 
The Search Fee 


16.1 Right to Ask for a Fee 
(a) [No change] 


(b) The search fee shall be collected by the receiving Office. 
The said fee shall be payable in the currency or one of the 
currencies prescribed by that Office (“receiving Office cur- 
rency”), it being understood that, if any receiving Office cur- 
rency is not that, or one of those, in which the International 
Searching Authority has fixed the said fee (“fixed currency”), 
it shall, when transferred by the receiving Office to the Interna- 
tional Searching Authority, be freely convertible into the cur- 
rency of the State in which the International Searching 
Authority has its headquarters (“headquarters currency”). The 
amount of the search fee in any receiving Office currency, 
other than the fixed currency, shall be established by the 
Director General after consultation with the receiving Office 
of, or acting under Rule 19.1(b) for, the State whose official 
currency is the same as the receiving Office currency. The 
amounts so established shall be the equivalents, in round fig- 
ures, of the amount established by the International Searching 
Authority in the headquarters currency. They shall be notified 
by the International Bureau to each receiving Office prescribing 
payment in that receiving Office currency and shall be published 
in the Gazette. 


(c) [No change] 


(d) Where the exchange rate between the headquarters currency 
and any receiving Office currency, other than the fixed currency 
or currencies, becomes different from the exchange rate last 
applied, the Director General shall establish the new amount 
in the said receiving Office currency according to directives 
given by the Assembly. The newly established amount shall 
become applicable two months after its publication in the 
Gazette, provided that any receiving Office referred to in the 
third sentence of paragraph (b) and the Director General may 
agree on a date falling during the said two-month period, in 
which case the said amount shall become applicable for that 
Office from that date. 


(e) [No change] 


(f) As to the time limit for payment of the search fee and the 
amount payable, the provisions of Rule15.4(a) relating to the 
basic fee shall app!y mutatis mutandis. 
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16.2 Refund 
The receiving Office shall refund the search fee to the applicant: 
(i) if the determination under Article 11(1) is negative, 


(ii) if, before the transmittal of the search copy to the Interna- 
tional Searching Authority, the international application is with- 
drawn or considered withdrawn, or 


(iii) if, due to prescriptions concerning national security, the 
international application is not treated as such. 


16.3 [No change] 


Rule 16bis 
Extension of Time Limits for Payment of Fees 


16bis.1 Invitation by the Receiving Office 


(a) Where, by the time they are due under Rules 14.1(c), 15.4(a) 
and 16.1(f), the receiving Office finds that no fees were paid 
to it, or that the amount paid to it is insufficient to cover the 
transmittal fee, the basic fee and the search fee, the receiving 
Office shall invite the applicant to pay to it the amount required 
to cover those fees, together with, where applicable, the late 
payment fee under Rule 16bis.2, within a time limit of one 
month from the date of the invitation. 


(b) Where, by the time they are due under Rule 15.4(b), the 
receiving Office finds that no fees were paid to it, or that the 
amount paid to it is insufficient to cover the designation fees 
necessary to cover all the designations under Rule 4.9(a), the 
receiving Office shall invite the applicant to pay to it the amount 
required to cover those fees, together with, where applicable, 
the late payment fee under Rule 16bis.2, within a time limit 
of one month from the date of the invitation. The amount 
payable in respect of any designation fee shall be the amount 
applicable on the last day of the one-year period from the 
priority date if the time limit under Rule 15.4(b)(i) applies or 
the amount applicable on the date of receipt of the international 
application if the time limit under Rule 15.4(b)(ii) applies. 


(c) Where the receiving Office has sent to the applicant an 
invitation under paragraph (a) or (b) and the applicant has not, 
within the time limit referred to in that paragraph, paid in full 
the amount due, including, where applicable, the late payment 
fee under Rule 16bis.2, the receiving Office shall, subject to 


paragraph (d): 
(i) to (iii) [No change] 


(d) Any payment received by the receiving Office before that 
Office sends the invitation under paragraph (a) or (b) shall be 
considered to have been received before the expiration of the 
time limit under Rule 14.1(c), 15.4(a) or (b) or 16.1(f), as the 
case may be. 


(e) Any payment received by the receiving Office before that 
Office makes the applicable declaration under Article 14(3) 
shall be considered to have been received before the expiration 
of the time limit referred to in paragraph (a) or (b). 


16bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
16bis.1(a) or (b) may be subjected by the receiving Office to 
the payment to it, for its own benefit, of a late payment fee. 
The amount of that fee shall be: 


(i) and (ii) [No change] 
(b) The amount of the late payment fee shall not, however, 
exceed the amount of the basic fee referred to in item 1(a) of 


the Schedule of Fees. 


Rule 17 
The Priority-Document 


17.1 Obligation to Submit Copy of Earlier National or Interna- 
tional Application 
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(a) Where the priority of an earlier national or international 
application is claimed under Article 8, a copy of that earlier 
application, certified by the authority with which it was filed 
(“the priority document’), shall, unless already filed with the 
receiving Office together with the international application in 
which the priority claim is made, and subject to paragraph (b), 
be submitted by the applicant to the International Bureau or 
to the receiving Office not later than 16 months after the priority 
date, provided that any copy of the said earlier application which 
is received by the International Bureau after the expiration of 
that time limit shall be considered to have been received by 
that Bureau on the last day of that time limit if it reaches it 
before the date of international publication of the international 
application. 


(b) Where the priority document is issued by the receiving 
Office, the applicant may, instead of submitting the priority 
document, request the receiving Office to prepare and transmit 
the priority document to the International Bureau. Such request 
shall be made not later than 16 months after the priority date 
and may be subjected by the receiving Office to the payment 
of a fee. 


(c) If the requirements of neither of the two preceding para- 
graphs are complied with, any designated State may disregard 
the priority claim, provided that no designated Office shall 
disregard the priority claim before giving the applicant an 
opportunity to furnish the priority document within a time limit 
which shall be reasonable under the circumstances. 


17.2 Availability of Copies 


(a) Where the applicant has complied with Rule 17.1(a) or (b), 
the International Bureau shall, at the specific request of the 
designated Office, promptly but not prior to the international 
publication of the international application, furnish a copy of 
the priority document to that Office. No such Office shall ask 
the applicant himself to furnish it with a copy. The applicant 
shall not be required to furnish a translation to the designated 
Office before the expiration of the applicable time limit under 
Article 22. Where the applicant makes an express request to the 
designated Office under Article 23(2) prior to the international 
publication of the international application, the International 
Bureau shall, at the specific request of the designated Office, 
furnish a copy of the priority document to that Office promptly 
after receiving it. 


(b) [No change] 


(c) Where the international application has been published 
under Article 21, the International Bureau shall furnish a copy 
of the priority document to any person upon request and subject 
to reimbursement of the cost unless, prior to that publication: 


(i) [No change] 


(ii) the relevant priority claim was withdrawn or considered, 
under Rule 26dis.2(b), not to have been made. 


(iii) [Deleted] 
(d) [Deleted] 


Rule 19 
The Competent Receiving Office 


19.1 to 19.3 [No change] 
19.4 Transmittal to the International Bureau as Receiving Office 


(a) Where an international application is filed with a national 
Office which acts as a receiving Office under the Treaty but 


(i) that national Office is not competent under Rule 19.1 or 
19.2 to receive that international application, or 


(ii) that international application is not in a language accepted 
under Rule 12.1(a) by that national Office but is in a language 
accepted under that Rule by the International Bureau as 
receiving Office, or 


(iii) that national Office and the International Bureau agree, 
for any reason other than those specifiedunder items (i) and 
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(ii), and with the authorization of the applicant, that the proce- 
dure under this Rule should apply, 


that international application shall, subject to paragraph (b), be 
considered to have been received by that Office on behalf 
of the International Bureau as receiving Office under Rule 
19.1(a)(iii). 


(b) [No change] 


(c) For the purposes of Rules 14.1(c), 15.4(a) to (c) and 16.1(f), 
where the international application was transmitted to the Inter- 
national Bureau under paragraph (b), the date of receipt of the 
international application shall be considered to be the date on 
which the international application was actually received by 
the International Bureau. For the purposes of this paragraph, 
the last sentence of paragraph (b) shall not apply. 


Rule 20 
Receipt of the International Application 


20.1 to 20.3 [No change] 
20.4 Determination Under Article 11(1) 
(a) and (b) [No change] 


(c) For the purposes of Article 11(1)(ii), it shall be sufficient 
that the part which appears to be a description (other than any 
sequence listing part thereof) and the part which appears to be 
a claim or claims be in a language accepted by the receiving 
Office under Rule 12.1(a). 


(d) If, on October 1, 1997, paragraph (c) is not compatible 
with the national law applied by the receiving Office, paragraph 
(c) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 


20.5 to 20.9 [No change] 


Rule 22 
Transmittal of the Record Copy and Translation 


22.1 Procedure 
(a) to (g) [No change] 


(h) Where the international application is to be published in 
the language of a translation furnished under Rule 12.3, that 
translation shall be transmitted by the receiving Office to the 
International Bureau together with the record copy under para- 
graph (a) or, if the receiving Office has already transmitted the 
record copy to the International Bureau under that paragraph, 
promptly after receipt of the translation. 


22.2 [Remains deleted] 
22.3 [No change] 


Rule 23 
Transmittal of the Search Copy, 
Translation and Sequence Listing 


23.1 Procedure 


(a) Where no translation of the international application is 
required under Rule 12.3(a), the search copy shall be transmitted 
by the receiving Office to the International Searching Authority 
at the latest on the same day as the record copy is transmitted 
to the International Bureau unless no search fee has been paid. 
In the latter case, it shall be transmitted promptly after payment 
of the search fee. 


(b) Where a translation of the international application is fur- 
nished under Rule !2.3,-a copy of that translation and of the 
request, which together shall be considered to be the search 
copy under Article 12(1), shall be transmitted by the receiving 
Office to the International Searching Authority, unless no 
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search fee has been paid. In the latter case, a copy of the said 
translation and of the request shall be transmitted promptly 
after payment of the search fee. 


(c) Any sequence listing in computer readable form which is 
furnished to the receiving Office shall be transmitted by that 
Office to the International Searching Authority. 


Rule 26 
Checking by, and Correcting Before, the Receiving Office 
of Certain Elements of the International Application 


26.1 and 26.2 [No change] 


26.3 Checking of Physical Requirements Under Article 
14(1)(a)(v) 


(a) Where the international application is filed in a language 
of publication, the receiving Office shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of reasonably 
uniform international publication; 


(ii) any translation furnished under Rule 12.3 for compliance 
with the physical requirements referred to in Rule 11 to the 
extent that compliance therewith is necessary for the purpose 
of satisfactory reproduction. 


(b) Where the international application is filed in a language 
which is not a language of publication, the receiving Office 
shall check: 


(i) the international application for compliance with the physical 
requirements referred to in Rule 11 only to the extent that 
compliance therewith is necessary for the purpose of satisfac- 
tory reproduction; 


(ii) any translation furnished under Rule 12.3 and the drawings 
for compliance with the physical requirements referred to in 
Rule 11 to the extent that compliance therewith is necessary 
for the purpose of reasonably uniform international publication. 


26.3bis Invitation under Article 14(1)(b) to Correct Defects 
Under Rule 11 


The receiving Office shall not be required to issue the invitation 
under Article 14(1)(b) to correct a defect under Rule 11 where 
the physical requirements referred to in that Rule are complied 
with to the extent required under Rule 26.3. 


26.3ter Invitation to Correct Defects Under Article 3(4)(i) 


(a) Where the abstract or any text matter of the drawings is 
filed in a language which is different from the language of the 
description and the claims, the receiving Office shall, unless(i) 
a translation of the international application is required under 
Rule 12.3(a), or 


(ii) the abstract or the text matter of the drawings is in the 
language in which the international application is to be pub- 
lished, 


invite the applicant to furnish a translation of the abstract or 
the text matter of the drawings into the language in which the 
international application is to be published. Rules 26.1(a), 26.2, 
26.3, 26.3bis, 26.5 and 29.1 shall apply mutatis mutandis. 


(b) If, on October 1, 1997, paragraph (a) is not compatible 
with the national law applied by the receiving Office, paragraph 
(a) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 


(c) Where the request does not comply with Rule 12.1(c), the 
receiving Office shall invite the applicant to file a translation 
so as to comply with that Rule. Rules 3, 26.1(a), 26.2, 26.5 
and 29.1 shall apply mutatis mutandis. 
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(d) If, on October 1, 1997, paragraph (c) is not corapatible 
with the national law applied by the receiving Office, paragraph 
(c) shall not apply to that receiving Office for as long as it 
continues not to be compatible with that law, provided that the 
said Office informs the International Bureau accordingly by 
December 31, 1997. The information received shall be promptly 
published by the International Bureau in the Gazette. 


26.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


26.5 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”’] 


26.6 [No change] 


Rule 26bis 
Correction or Addition of Priority Claim 


26bis.1 Correction or Addition of Priority Claim 


(a) The applicant may correct or add a priority claim by a 
notice submitted to the receiving Office or the International 
Bureau within a time limit of 16 months from the priority date 
or, where the correction or addition would cause a change in 
the priority date, 16 months from the priority date also changed, 
whichever 16-month period expires first, provided that such a 
notice may be submitted until the expiration of four months 
from the international filing date. The correction of a priority 
claim may include the addition of any indication referred to 
in Rule 4.10. 


(b) Any notice referred to in paragraph (a) received by the 
receiving Office or the International Bureau after the applicant 
has made a request for early publication under Article 21(2)(b) 
shall be considered not to have been submitted, unless that 
request is withdrawn before the technical preparations for inter- 
national publication have been completed. 


(c) Where the correction or addition of a priority claim causes 


a change in the priority date, any time limit which is computed 
from the previously applicable priority date and which has not 
already expired shall be computed from the priority date as so 
changed. 


26bis.2 Invitation to Correct Defects in Priority Claims 


(a) Where the receiving Office or, if the receiving Office fails 
to do so, the International Bureau, finds that a priority claim 
does not comply with the requirements of Rule 4.10 or that 
any indication in a priority claim is not the same as the corres- 
ponding indication appearing in the priority document, the 
receiving Office or the International Bureau, as the case may 
be, shall invite the applicant to correct the priority claim. 


(b) If, in response to an invitation under paragraph (a), the 
applicant does not, before the expiration of the time limit under 
Rule 26bis.1(a), submit a notice correcting the priority claim 
so as to comply with the requirements of Rule 4.10, that priority 
claim shall, for the purposes of the procedure under the Treaty, 
be considered not to have been made and the receiving Office 
or the International Bureau, as the case may be, shall so declare 
and shall inform the applicant accordingly, provided that a 
priority claim shall not be considered not to have been made 
only because the indication of the number of the earlier applica- 
tion referred to in Rule 4.10(a)(ii) is missing or because an 
indication inthe priority claim is not the same as the corres- 
ponding indication appearing in the priority document. 


(c) Where the receiving Office or the International Bureau has 
made a declaration under paragraph(b), the International Bureau 
shall, upon request made by the applicant and received by the 
International Bureau prior to the completion of the technical 
preparations for international publication, and subject to the 
payment of a special fee whose amount shall be fixed in the 
Administrative Instructions, publish, together with the interna- 
tional application, information concerning the priority claim 
which was considered not to have been made. A copy of that 
request shall be included in the communication under Article 
20 where a copy of the pamphlet is not used for that communica- 
tion or where the international application is not published by 
virtue of Article 64(3). 
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Rule 29 
International Applications or Designations 
Considered Withdrawn 

29.1 Finding by Receiving Office 
(a) If the receiving Office declares, under Article 14(1)(b) and 
Rule 26.5 (failure to correct certain defects), or under Article 
14(3)(a) (failure to pay the prescribed fees under Rule 27.1(a)), 
or under Article 14(4) (later finding of non-compliance with 
the requirements listed in items (i) to (iii) of Article 11(1)), or 
under Rule 12.3(d) (failure to furnish a required translation or, 
where applicable, to pay a late furnishing fee), or under Rule 
92.4(g)(i) (failure to furnish the original of a document), that 
the international application is considered withdrawn: 


(i) to (iv) [No change] 

(b) [No change] 

29.2 [Remains deleted] 
29.3 and 29.4 [No change] 


Rule 34 
Minimum Documentation 


34.1 Definition 
(a) and (b) [No change] 


(c) Subject to paragraphs (d) and (e), the “national patent docu- 
ments” shall be the following: 


(i) the patents issued in and after 1920 by France, the former 
Reichspatentamt of Germany, Japan, the former Soviet Union, 
Switzerland (in the French and German languages only), the 
United Kingdom, and the United States of America, 


(ii) the patents issued by the Federal Republic of Germany and 
the Russian Federation, 


(iii) [No change] 


(iv) the inventors’ certificates issued by the former Soviet 
Union, 


(v) and (vi) [No change] 
(d) [No change] 


(e) Any International Searching Authority whose official lan- 
guage, or one of whose official languages, is not Japanese, 
Russian or Spanish is entitled not to include in its documentation 
those patent documents of Japan, the Russian Federation and 
the former Soviet Union as well as those patent documents in 
the Spanish language, respectively, for which no abstracts in 
the English language are generally available. English abstracts 
becoming generally available after the date of entry into force 
of these Regulations shall require the inclusion of the patent 
documents to which the abstracts refer no later than six months 
after such abstracts become generally available. In case of the 
interruption of abstracting services in English in technical fields 
in which English abstracts were formerly generally available, 
the Assembly shall take appropriate measures to provide for 
the prompt restoration of such services in the said fields. 


(f) [No change] 


Rule 37 
Missing or Defective Title 


37.1 [No change] 
37.2 Establishment of Title 


If the international application does not contain a title and the 
International Searching Authority has not received a notifica- 
tion from the receiving Office to the effect that the applicant 
has been invited to furnish a title, or if the said Authority finds 
that the title does not comply with Rule 4.3, it shall itself 
establish a title. Such title shall be established in the language 
in which the international application isto be published or, if 
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a translation into another language was transmitted under Rule 
23.1(b) and the International Searching Authority so wishes, 
in the language of that translation. 


Rule 38 
Missing or Defective Abstract 


38.1 [No change] 
38.2 Establishment of Abstract 


(a) If the international application does not contain an abstract 
and the International Searching Authority has not received a 
notification from the receiving Office to the effect that the 
applicant has been invited to furnish an abstract, or if the said 
Authority finds that the abstract does not comply with Rule 
8, it shall itself establish an abstract. Such abstract shall be 
established in the language in which the international applica- 
tion is to be published or, if a translation into another language 
was transmitted under Rule 23.1(b) and the International 
Searching Authority so wishes, in the language of that transla- 
tion. 


(b) [No change] 


Rule 43 
The International Search Report 


43.1 to 43.3 [No change] 
43.4 Language 


Every international search report and any declaration made 
under Article 17(2)(a) shall be in the language in which the 
international application to which it relates is to be published 
or, if a translation into another language was transmitted under 
Rule 23.1(b) and the International Searching Authority so 
wishes, in the language of that translation. 


43.5 to 43.8 [No change] 43.9 Additional Matter 


The international search report shall contain no matter other 
than that specified in Rules 33.1(b) and (c), 43.1 to 43.3, 43.5 
to 43.8, and 44.2, and the indication referred to in Article 
17(2)(b), provided that the Administrative Instructions may 
permit the inclusion in the international search report of any 
additional matter specified in the Administrative Instructions. 
The international search report shall not contain, and the 
Administrative Instructions shall not permit the inclusion of, 
any expressions of opinion, reasoning, arguments, or explana- 
tions. 


43.10 [No change] 


Rule 44 
Transmittal of the International Search Report, Etc. 


44.1 [No change] 


44.2 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


44.3 [No change] 


Rule 46 
Amendment of Claims Before the International Bureau 


46.1 to 46.4 [No change] 


46.5 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


Rule 47 
Communication to Designated Offices 


47.1 and 47.2 [No change] 
47.3 Languages 


(a) The international application communicated under Article 
20 shall be in the language in which it is published. 


(b) Where the language in which the international application 
is published is different from the language in which it was 
filed, the International Bureau shall furnish to any designated 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 483 
(156) 


Office, upon the request of that Office, a copy of that application 
in the language in which it was filed. 


47.4 [No change] 


Rule 48 
International Publication 


48.1 [No change] 

48.2 Contents 

(a) The pamphlet shall contain: 
(i) to (vii) [No change] 


(vili) the relevant data from any indications in relation to depos- 
ited biological material furnished under Rule 13bis separately 
from the description, together with an indication of the date 
on which the International Bureau received such indications, 


(ix) any information concerning a priority claim considered 
not to have been made under Rule26bis.2(b), the publication 
of which is requested under Rule 26bdis.2(c). 


(b) to (i) [No change] 
48.3 Languages of Publication 


(a) If the international application is filed in Chinese, English, 
French, German, Japanese, Russian or Spanish (“languages of 
publication”), that application shall be published in the language 
in which it was filed. 


(a-bis) If the international application is not filed in a language 
of publication and a translation into a language of publication 
has been furnished under Rule 12.3, that application shall be 
published in the language of that translation. 


(b) If the international application is filed in a language which 
is not a language of publication and no translation into a lan- 
guage of publication is required under Rule 12.3(a), that appli- 
cation shall be published in English translation. The translation 
shall be prepared under the responsibility of the International 
Searching Authority, which shall be obliged to have it ready 
in time to permit international publication by the prescribed 
date, or, where Article 64(3)(b) applies, to permit the communi- 
cation under Article 20 by the end of the 19th month after the 
priority date. Notwithstanding Rule 16.1(a), the International 
Searching Authority may charge a fee for the translation to the 
applicant. The International Searching Authority shall give the 
applicant an opportunity to comment on the draft translation. 
The International Searching Authority shall fix a time limit 
reasonable under the circumstances of the case for such com- 


‘ments. If there is no time to take the comments of the applicant 


into account before the translation is communicated or if there 
is a difference of opinion between the applicant and the said 
Authority as to the correct translation, the applicant may send 
a copy of his comments, or what remains of them, to the 
International Bureau and each designated Office to which the 
translation was communicated. The International Bureau shall 
publish the relevant portions of the comments together with 
the translation of the International Searching Authority or sub- 
sequently to the publication of such translation. 


(c) [No change] 
48.4 to 48.6 [No change] 


Rule 49 
Copy, Translation and Fee Under Article 22 


49.1 to 49.4 [No change] 
49.5 Contents of and Physical Requirements for the Translation 


(a) For the purposes of Article 22, the translation of the interna- 
tional application shall contain the description (subject to para- 
graph (a-bis)), the claims, any text matter of the drawings and 
the abstract. If required by the designated Office, the translation 
shall also, subject to paragraphs (b), (c-bis) and (e), 
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(i) to (iti) [No change] 

(a-bis) No designated Office shall require the applicant to fur- 
nish to it a translation of any text matter contained in the 
sequence listing part of the description if such sequence listing 


part complies with Rule 12.1(d) and if the description complies 
with Rule 5.2(b). 


(b) to (1) [No change] 


Rule 54 
The Applicant Entitled to Make a Demand 


54.1 [No change] 
54.2 Right to Make a Demand 


The right to make a demand under Article 31(2) shall exist if 
the applicant making the demand or, if there are two or more 
applicants, at least one of them is a resident or national of a 
Contracting State bound by Chapter II and the international 
application has been filed with a receiving Office of or acting 
for a Contracting State bound by Chapter II. 


(i) and (ii) [Deleted] 
54.3 [No change] 


54.4 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


Rule 55 
Languages (International Preliminary Examination) 


55.1 [No change] 
55.2 Translation of International Application 


(a) Where neither the language in which the international appli- 
cation is filed nor the language in which the international appli- 


cation is published is accepted by the International Preliminary 
Examining Authority that is to carry out the international pre- 
liminary examination, the applicant shall, subject to paragraph 
(b), furnish with the demand a translation of the international 
application into a language which is both: 


(i) a language accepted by that Authority, and 
(ii) a language of publication. 


(b) Where a translation of the international application into a 
language referred to in paragraph (a) was transmitted to the 
International Searching Authority under Rule 23.1(b) and the 
International Preliminary Examining Authority is part of the 
same national Office or intergovernmental organization as the 
International Searching Authority, the applicant need not fur- 
nish a translation under paragraph(a). In such a case, unless 
the applicant furnishes a translation under paragraph (a), the 
international preliminary examination shall be carried out on 
the basis of the translation transmitted under Rule 23.1(b). 


(c) [No change] 


(d) If the applicant complies with the invitation within the 
time limit under paragraph (c), the said requirement shall be 
considered to have been complied with. If the applicant fails 
to do so, the demand shall be considered not to have been 
submitted and the International Preliminary Examining 
Authority shall so declare. 


(e) [Deleted] 
55.3 [No change] 


Rule 57 
The Handling Fee 


57.1 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


57.2 Amount 
(a) [No change] 
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(b) [Remains deleted] 


(c) The handling fee shall be payable in the currency or one 
of the currencies prescribed by the International Preliminary 
Examining Authority (“prescribed currency”), it being under- 
stood that, when transferred by that Authority to the Interna- 
tional Bureau, it shall be freely convertible into Swiss currency. 
The amount of the handling fee shall be established, in each 
prescribed currency, for each International Preliminary Exam- 
ining Authority which prescribes the payment of the handling 
fee in any currency other than Swiss currency, by the Director 
General after consultation with the Office with which consulta- 
tion takes place under Rule 15.2(b) in relation to that currency, 
or, if there is no such Office, with the Authority which pre- 
scribes payment in that currency. The amount so established 
shall be the equivalent, in round figures, of the amount in Swiss 
currency set out in the Schedule of Fees. It shall be notified 
by the International Bureau to each International Preliminary 
Examining Authority prescribing payment in that prescribed 
currency and shall be published in the Gazette. 


(d) and (e) [No change] 
57.3 Time Limit for Payment; Amount Payable 


The handling fee shall be paid within one month from the date 
on which the demand was submitted, provided that, where 
the demand was transmitted to the International Preliminary 
Examining Authority under Rule 59.3, the handling fee shall 
be paid within one month from the date of receipt by that 
Authority. The amount payable shall be the amount applicable 
on that date of submittal or date of receipt, as the case may 
be. For the purposes of the preceding two sentences, Rule 
59.3(e) shall not apply. 


(b) [Remains deleted] 
(c) [Deleted] 

57.4 [Deleted] 

57.5 [Remains deleted] 
57.6 Refund 


The International Preliminary Examining Authority shall 
refund the handling fee to the applicant: 


(i) [No change] 


(ii) if the demand is considered, under Rule 54.4, not to have 
been submitted. 


Rule 58 
The Preliminary Examination Fee 


58.1 Right to Ask for a Fee 
(a) [No change] 


(b) The amount of the preliminary examination fee, if any, 
shall be fixed by the International Preliminary Examining 
Authority. As to the time limit for payment of the preliminary 
examination fee and the amount payable, the provisions of Rule 
57.3 relating to the handling fee shall apply mutatis mutandis. 


(c) [No change] 
58.2 [Deleted] 
58.3 [No change] 


Rule 58bis 
Extension of Time Limits for Payment of Fees 


58bis.1 Invitation by the International Preliminary Examining 
Authority 


(a) Where, by the time they are due under Rules 57.3 and 
58.1(b), the International Preliminary Examining Authority 
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finds that no fees were paid to it, or that the amount paid to 
it is insufficient to cover the handling fee and the preliminary 
examination fee, the Authority shall invite the applicant to pay 
to it the amount required to cover those fees, together with, 
where applicable, the late payment fee under Rule S8bis.2, 
within a time limit of one month from the date of the invitation. 


(b) Where the International Preliminary Examining Authority 
has sent an invitation under paragraph(a) and the applicant has 
not, within the time limit referred to in that paragraph, paid in 
full the amount due, including, where applicable, the late pay- 
ment fee under Rule 58dis.2, the demand shall, subject to 
paragraph (c), be considered as if it had not been submitted 
and the International Preliminary Examining Authority shall 
so declare. 


(c) Any payment received by the International Preliminary 
Examining Authority before that Authority sends the invitation 
under paragraph (a) shall be considered to have been received 
before the expiration of the time limit under Rule 57.3 or 
58.1(b), as the case may be. 


(d) Any payment received by the International Preliminary 
Examining Authority before that Authority proceeds under 
paragraph (b) shall be considered to have been received before 
the expiration of the time limit under paragraph (a). 


58bis.2 Late Payment Fee 


(a) The payment of fees in response to an invitation under Rule 
58bis.1(a) may be subjected by the International Preliminary 
Examining Authority to the payment to it, for its own benefit, 
of a late payment fee. The amount of that fee shall be: 


(i) 50% of the amount of unpaid fees which is specified in the 
invitation, or, 


(ii) if the amount calculated under item (i) is less than the 
handling fee, an amount equal to the handling fee. 


(b) The amount of the late payment fee shall not, however, 
exceed double the amount of the handling fee. 


Rule 59 
The Competent International 
Preliminary Examining Authority 


59.1 and 59.2 [No change] 


59.3 Transmittal of Demand to the Competent International 
Preliminary Examining Authority 


(a) If the demand is submitted to a receiving Office, an Interna- 
tional Searching Authority, or an International Preliminary 
Examining Authority which is not competent for the interna- 
tional preliminary examination of the international application, 
that Office or Authority shall mark the date of receipt on the 
demand and, unless it decides to proceed under paragraph (f), 
transmit the demand promptly to the International Bureau. 


(b) If the demand is submitted to the International Bureau, 
the International Bureau shall mark the date of receipt on the 
demand. 


(c) Where the demand is transmitted to the International Bureau 
under paragraph (a) or submitted to it under paragraph (b), the 
International Bureau shall promptly: 


(i) if there is only one competent International Preliminary 
Examining Authority, transmit the demand to that Authority 
and inform the applicant accordingly, or 


(ii) if two or more International Preliminary Examining Author- 
ities are competent, invite the applicant to indicate, within 15 
days from the date of the invitation or 19 months from the 
priority date, whichever is later, the competent International 
Preliminary Examining Authority to which the demand should 
be transmitted. 


(d) Where an indication is furnished as required under paragraph 
(c)(ii), the International Bureaushall promptly transmit the 
demand to the competent International Preliminary Examining 
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Authority indicated by the applicant. Where no indication is 
so furnished, the demand shall be considered not to have been 
submitted and the International Bureau shall so declare. 


(e) Where the demand is transmitted to a competent Interna- 
tional Preliminary Examining Authority under paragraph (c), 
it shall be considered to have been received on behalf of that 
Authority on the date marked on it under paragraph (a) or (b), 
as applicable, and the demand so transmitted shall be considered 
to have been received by that Authority on that date. 


(f) Where an Office or Authority to which the demand is 
submitted under paragraph (a) decides to transmit that demand 
directly to the competent International Preliminary Examining 
Authority, paragraphs (c) to (e) shall apply mutatis mutandis. 


Rule 60 
Certain Defects in the Demand or Elections 


60.1 Defects in the Demand 
(a) and (b) [No change] 


(c) Subject to paragraph (d), if the applicant does not comply 
with the invitation within the time limit under paragraph (a), 
the demand shall be considered as if it had not been submitted 
and the International Preliminary Examining Authority shall 
so declare. 


(d) to (g) [No change] 
60.2 Defects in Later Elections 
(a) and (b) [No change] 


(c) Subject to paragraph (d), if the applicant does not comply 
with the invitation within the time limit under paragraph (a), 
the notice shall be considered as if it had not been submitted 
and the International Bureau shall so declare. 


(d) [No change] 


Rule 61 
Notification of the Demand and Elections 


61.1 Notification to the International Bureau and the Applicant 


(a) The International Preliminary Examining Authority shall 
indicate on the demand the date of receipt or, where applicable, 
the date referred to in Rule 60.1(b). The International Prelimi- 
nary Examining Authority shall promptly either send the 
demand to the International Bureau and keep a copy in its files 
or send a copy to the International Bureau and keep the demand 
in its files. 


(b) The International Preliminary Examining Authority shall 
promptly notify the applicant of the date of receipt of the 
demand. Where the demand has been considered under Rules 
54.4, 55.2(d), 58bis.1(b) or 60.1(c) as if it had not been sub- 
mitted or where an election has been considered under Rule 
60.1(d) as if it had not been made, the International Preliminary 
Examining Authority shall notify the applicant and the Interna- 
tional Bureau accordingly. 


(c) [No change] 
61.2 and 61.3 [No change] 
61.4 Publication in the Gazette 


Where a demand has been filed before the expiration of 19 
months from the priority date, theInternational Bureau shall, 
promptly after the filing of the demand but not before the 
international publication of the international application, pub- 
lish in the Gazette information on the demand and the elected 
States concerned, as provided in the Administrative Instruc- 
tions. 


Rule 62 
Copy of Amendments Under Article 19 
for the International Preliminary Examining Authority 


62.1 Amendments Made Before the Demand is Filed 


Upon receipt of a demand, or a copy thereof, from the Interna- 
tional Preliminary Examining Authority, the International 
Bureau shall promptly transmit a copy of any amendments 
under Article 19, and any statement referred to in that Article, 
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to that Authority, unless that Authority has indicated that it 
has already received such a copy. 


62.2 Amendments Made After the Demand is Filed 


If, at the time of filing any amendments under Article 19, a 
demand has already been submitted, the applicant shall prefer- 
ably, at the same time as he files the amendments with the 
International Bureau, also file with the International Prelimi- 
nary Examining Authority a copy of such amendments and any 
statement referred to in that Article. In any case, the Interna- 
tional Bureau shall promptly transmit a copy of such amend- 
ments and statement to that Authority. 


Rule 66 
Procedure Before the International 
Preliminary Examining Authority 


66.1 to 66.7 [No change] 
66.8 Form of Amendments 


(a) Subject to paragraph (b), the applicant shall be required to 
submit a replacement sheet for every sheet of the international 
application which, on account of an amendment, differs from 
the sheet previously filed. The letter accompanying the replace- 
ment sheets shall draw attention to the differences between the 
replaced sheets and the replacement sheets and shall preferably 
also explain the reasons for the amendment. 


(b) Where the amendment consists in the deletion of passages 
or in minor alterations or additions, the replacement sheet 
referred to in paragraph (a) may be a copy of the relevant sheet 
of the international application containing the alterations or 
additions, provided that the clarity and direct reproducibility 
of that sheet are not adversely affected. To the extent that any 
amendment results inthe cancellation of an entire sheet, that 
amendment shall be communicated in a letter which shall pref- 
erably also explain the reasons for the amendment. 


66.9 Language of Amendments 


(a) Subject to paragraphs (b) and (c), if the international applica- 
tion has been filed in a language other than the language in 
which it is published, any amendment, as well as any letter 
referred to in Rule 66.8, shall be submitted in the language of 
publication. 


(b) to (d) [No change] 


Rule 69 
Start of and Time Limit for 
International Preliminary Examination 


69.1 [No change] 
69.2 Time Limit for International Preliminary Examination 


The time limit for establishing the international preliminary 
examination report shall be: 


(i) 28 months from the priority date, or 


(ii) eight months from the date of payment of the fees referred 
to in Rules 57.1 and 58.1(a), or 


(iii) eight months from the date of receipt by the International 
Preliminary Examining Authority of the translation furnished 
under Rule 55.2, 


whichever expires last. 


Rule 70 
The International Preliminary Examination Report 


70.1 to 70.6 [No change] 
70.7 Citations Under Article 35(2) 


(a) The report shall cite the documents considered to be relevant 
for supporting the statements made under Article 35(2), whether 
or not such documents are cited in the international search 
report. Documents cited in the international search report need 
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only be cited in the report when they are considered by the 
International Preliminary Examining Authority to be relevant. 


(b) [No change] 
70.8 to 70.15 [No change] 
70.16 Annexes to the Report 


Each replacement sheet under Rule 66.8(a) or (b), each replace- 
ment sheet containing amendments under Article 19 and each 
replacement sheet containing rectifications of obvious errors 
authorized under Rule 91.1(e)(iii) shall, unless superseded by 
later replacement sheets or amendments resulting in the cancel- 
lation of entire sheets under Rule 66.8(b), be annexed to the 
report. Amendments under Article 19 which have been consid- 
ered as reversed by an amendment under Article 34 and letters 
under Rule 66.8 shall not be annexed. 


70.17 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 
Rule 76 
Copy, Translation and Fee Under Article 39(1); 
Translation of Priority Document 


76.1 to 76.3 [Remain deleted] 
76.4 Time Limit for Translation of Priority Document 


The applicant shall not be required to furnish to any elected 
Office a translation of the priority document before the expira- 
tion of the applicable time limit under Article 39. 


76.5 and 76.6 [No change] 


Rule 80 
Computation of Time Limits 


80.1 to 80.5 [No change] 


80.6 [No change, except for the deletion of the redundant 
numbering of paragraph “(a)”] 


80.7 [No change] 


Rule 82ter 
Rectification of Errors Made by 
the Receiving Office or by the International Bureau 


82ter.1 Errors Concerning the International Filing Date and the 
Priority Claim 


If the applicant proves to the satisfaction of any designated or 
elected Office that the international filing date is incorrect due 
to an error made by the receiving Office or that the priority 
claim has been erroneously considered by the receiving Office 
or the International Bureau not to have been made, and if the 
error is an error such that, had it been made by the designated 
or elected Office itself, that Office would rectify it under the 
national law or national practice, the said Office shall rectify 
the error and shall treat the international application as if it 
had been accorded the rectified international filing date or as 
if the priority claim had not been considered not to have been 
made. 


Rule 86”) 
The Gazette 


86.1 Contents and Form 
(a) The Gazette referred to in Article 55(4) shall contain: 


(i) for each published international application, the data speci- 
fied by the Administrative Instructions taken from the front 
page of the pamphlet published under Rule 48, the drawing (if 
any) appearing on the said front page, and the abstract, 


(ii) to (v) [No change] 


(b) The information referred to in paragraph (a) shall be made 
available in two forms: 
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(i) as a Gazette in paper form, which shall contain the data 
specified by the Administrative Instructions taken from the 
front page of the pamphlet published under Rule 48 (“biblio- 
graphic data”) and the matters referred to in paragraph (a)(ii) 
to (v); 


(ii) as a Gazette in electronic form, which shal! contain the 
bibliographic data, the drawing (if any) appearing on the said 
front page, and the abstract. 


86.2 Languages; Access to the Gazette 


(a) The Gazette in paper form shall be published in a bilingual 
(English and French) edition. It shall also be published in 
editions in any other language, provided the cost of publication 
is assured through sales or subventions. 


(b) [No change] 


(c) The Gazette in electronic form referred to in Rule 86.1(b)(ii) 
shall be made accessible, in English and French at the same 
time, by any electronic ways and means specified in the Admin- 
istrative Instructions. The translations shall be ensured by the 
International Bureau in English and French. ThelInternational 
Bureau shall ensure that the making accessible of the Gazette 
in electronic form shall be effected on, or as soon as possible 
after, the date of publication of the pamphlet containing the 
international application. 


86.3 to 86.6 [No change] 


Rule 89bis'* 

Filing, Processing and Transmission 
of International Applications 
and Other Documents in Electronic 
Form or by Electronic Means 


89bis.1 International Applications 


(a) International applications may, subject to paragraphs (b) to 
(e), be filed and processed in electronic form or by electronic 
means, in accordance with the Administrative Instructions, pro- 
vided that any receiving Office shall permit the filing of interna- 
tional applications on paper. 


(b) These Regulations shall apply mutatis mutandis to interna- 
tional applications filed in electronic form or by electronic 
means, subject to any special provisions of the Administrative 
Instructions. 


(c) The Administrative Instructions shall set out the provisions 
and requirements in relation to the filing and processing of 
international applications filed, in whole or in part, in electronic 
form or by electronic means, including but not limited to, 
provisions and requirements in relation to acknowledgment of 
receipt, procedures relating to the according of an international 
filing date, physical requirements and the consequences of non- 
compliance with those requirements, signature of documents, 
means of authentication of decuments and of the identity of 
parties communicating with Offices and authorities, and the 
operation of Article 12 in relation to the home copy, the record 
copy and the search copy, and may contain different provisions 
and requirements in relation to international applications filed 
in different languages. 


(d) No national Office or intergovernmental organization shall 
be obliged to receive or process international applications filed 
in electronic form or by electronic means unless it has notified 
theInternational Bureau that it is prepared to do so in compliance 
with the applicable provisions of the Administrative Instruc- 
tions. The International Bureau shall publish the information 
so notified in the Gazette. 


(e) No receiving Office which has given the International 
Bureau a notification under paragraph (d) may refuse to process 
an international application filed in electronic form or by elec- 
tronic means which complies with the applicable requirements 
under the Administrative Instructions. 
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89bis.2 Other Documents 


Rule 89bis.1 shall apply mutatis mutandis to other documents 
and correspondence relating to international applications. 


89bis.3 Transmittal Between Offices 


Where the Treaty, these Regulations or the Administrative 
Instructions provide for documents, notifications, communica- 
tions or correspondence to be transmitted by one national Office 
or intergovernmental organization to another, such transmittal 
may, where so agreed by both the sender and the receiver, be 
effected in electronic form or by electronic means. 


Rule 89ter* 
Copies in Electronic Form of Documents Filed on Paper 


89ter.1 Copies in Electronic Form of Documents Filed on Paper 


Any national Office or intergovernmental organization may 
provide that, where an international application or other docu- 
ment relating to an international application is filed on paper, 
a copy thereof in electronic form, in accordance with the 
Administrative Instructions, may be furnished by the applicant. 


Rule 91 
Obvious Errors in Documents 


91.1 Rectification 
(a) to (c) [No change] 


(d) Rectification may be made on the request of the applicant. 
The authority having discovered what appears to be an obvious 
error may invite the applicant to present a request for rectifica- 
tion as provided in paragraphs (e) to (g-quater). Rule 26.4 shall 
apply mutatis mutandis to the manner in which rectifications 
shall be requested. 


(e) to (g-quater) [No change] 


Rule 92 


Correspondence 
92.1 [No change] 


92.2 Languages 

(a) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this 
Rule, any letter or document submitted by the applicant to the 
International Searching Authority or the International Prelimi- 
nary Examining Authority shall be in the same language as the 
international application to which it relates. However, where a 
translation of the international application has been transmitted 
under Rule23.1(b) or furnished under Rule 55.2, the language 
of such translation shall be used. 


(b) [No change] 

(c) [Remains deleted] 

(d) and (e) [No change] 

92.3 [No change] 

92.4 Use of Telegraph, Teleprinter, Facsimile Machine, Etc. 


(a) A document making up the international application, and 
any later document or correspondence relating thereto, may, 
notwithstanding the provisions of Rules 11.14 and 92.1(a), but 
subject to paragraph (h), be transmitted, to the extent feasible, 
by telegraph, teleprinter, facsimile machine or other like means 
of communication resulting in the filing of a printed or written 
document. 


(b) to (h) [No change] 


Rule 93 
Keeping of Records and Files 


93.1 to 93.3 [No change] 
93.4 Reproductions 


For the purposes of this Rule, records, copies and files may 
be kept as photographic, electronic or other reproductions, pro- 
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vided that the reproductions are such that the obligations to 
keep records, copies and files under Rules 93.1 to 93.3 are 
met. 


Rule 94°! 
Access to Files 


94.1 Access to the File Held by the International Bureau 


(a) At the request of the applicant or any person authorized by 
the applicant, the International Bureau shall furnish, subject to 
reimbursement of the cost of the service, copies of any docu- 
ment contained in its file. 


(b) The International Bureau shall, at the request of any person 
but not before the international publication of the international 
application and subject to Article 38, furnish, subject to the 
reimbursement of the cost of the service, copies of any docu- 
ment contained in its file. 


94.2 Access to the File Held by the International Preliminary 
Examining Authority 


At the request of the applicant or any person authorized by the 
applicant, or, once the international preliminary examination 
report has been established, of any elected Office, the Interna- 
tional Preliminary Examining Authority shall furnish, subject 
to reimbursement of the cost of the service, copies of any 
document contained in its file. 


94.3 Access to the File Held by the Elected Office 


If the national law applicable by any elected Office allows 
access by third parties to the file of a national application, that 
Office may allow access to any documents relating to the 
internationalapplication, including any document relating to the 
international preliminary examination, contained in its file, to 
the same extent as provided by the national law for access to 
the file of a national application, but not before the international 
publication of the international application. The furnishing of 
copies of documents may be subject to reimbursement of the 
cost of the service. 


SCHEDULE OF FEES 


as in force from January 1 to June 30, 1998'° 


Fees Amounts 
1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 
more than 30 sheets 
(b) if the international 
application contains 
more than 30 sheets 


650"! Swiss francs 


650"! Swiss francs plus 
15 Swiss francs for 
each sheet in excess of 
30 sheets 

2. Designation Fee: 
(Rule15.2(a)) 

(a) for designations made 
under Rule 4.9(a) 150! Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 

(b) for designations made 
under Rule 4.9(b) and 
confirmed under Rule 4.9(c) 150" Swiss francs per 
designation 

50% of the sum of the 
designation fees payable 
under item 2(b) 

233 Swiss francs 


3.'"\Confirmation Fee: 
(Rule 15.5(a)) 


4''Handling Fee:(Rule 57.2(a)) 


All fees are reduced by 75% for international applications filed 
by any applicant who is a natural person and who is a national 
of and resides in a State whose per capita national income is 
below US $3,000 (according to the average per capita national 
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income figures used by the United Nations for determining its 
scale of assessments for the contributions payable for the years 
1995, 1996 and1997); if there are several applicants, each must 
satisfy those criteria. 


SCHEDULE OF FEES 


as in force from July 1, 1998" 


Fees Amounts 


1. Basic Fee: (Rule 
15.2(a)) 

(a) if the international 
application contains not 


more than 30 sheets 650"! Swiss francs 


(b) if the international 
application contains 
more than 30 sheets 650"! Swiss francs plus 
15 Swiss francs for 
each sheet in excess of 


30 sheets 


2. Designation Fee: 
(Rule15.2(a)) 

(a) for designations made 
under Rule 4.9(a) 150"! Swiss francs per 
designation, provided 
that any designation 
made under Rule 4.9(a) 
in excess of 11 shall not 
require the payment of 
a designation fee 


Fees Amounts 


(b) for designations made 

under Rule 4.9(b) and 

confirmed under Rule 4.9(c)'"° 150"! Swiss francs per 
designation 


3.Handling Fee: (Rule 57.2(a)) 233 Swiss francs 

All fees are reduced by 75% for international applications filed 
by any applicant who is a natural person and who is a national 
of and resides in a State whose per capita national income is 
below US $3,000 (according to the average per capita national 
income figures used by the United Nations for determining its 
scale of assessments for the contributions payable for the years 
1995, 1996 and 1997); if there are several applicants, each 
must satisfy those criteria. 


1. The amendments will enter into force on July 1, 1998, except 
where otherwise indicated. 


2. The amendments of Rule 86 will enter into force on January 
1, 1998, on the understanding that, for practical reasons, it 
may not be possible for the new formats of the Gazette to be 
implemented from that date, in which case the International 
Bureau will continue to publish the Gazette in the present 
format for a short period after January 1, 1998, and the new 
formats will be introduced as soon as possible after that date. 


3. Rules 89bis and 89ter, to be inserted in Part F (Rules Con- 
cerning Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the 
effective date to be included in the promulgation of those 
modifications by the Director General. 


4. Rules 89bis and 89ter, to be inserted in Part F (Rules Con- 
cerning Several Chapters of the Treaty) before Rule 90, will 
enter into force at the same time as the modifications of the 
Administrative Instructions implementing those Rules, the 
effective date to be included in the promulgation of those 
modifications by the Director General. 


5. Rule 94 as amended will apply only in respect of international 
applications filed on or after July 1,1998; present Rule 94 will 
continue to apply after July 1, 1998, in respect of international 
applications filed before that date. 
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6. The Schedule of Fees appearing on this page will enter into 
force on January 1, 1998; it will be further amended with effect 
from July 1, 1998, by deleting item 3 and renumbering item 
4 as item 3 (see the following page). 


7. The new amounts of the basic fee and the designation fee 
will apply only to international applications filed on or after 
January 1, 1998. 


8. The Schedule of Fees appearing on this page will enter into 
force on July 1, 1998. 


9. The new amounts of the basic fee and the designation fee 
will apply only to international applications filed on or after 
January 1, 1998. 


10. See also Rule 15.5(a) for the confirmation fee, which is 
also payable. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1210 OG 29] 


Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960828232-6294-02] 
RIN 0651-AA90 


Establishment of Recordal Fees Associated with the 
Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 
Action: Final Rule. 


Summary: The Patent and Trademark Office (PTO) is amending 
the rules of practice to establish fees associated with recordation 
of insignia of manufacturers and private label distributors to 
ensure the traceability of a fastener to its manufacturer or private 
label distributor. This amendment is in accordance with the 
provisions of the Fastener Quality Act. 15 U.S.C. 5401 et seq. 


Effective Date: November 25, 1996. 


For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia, 
22202-3513. 


Supplementary Information: On August 17, 1992, the Depart- 
ment of Commerce issued a notice of proposed rulemaking to 
implement the Fastener Quality Act (Act). 57 FR 37032. In 
that notice, the PTO was identified as the Office within the 
Commerce Department with the responsibility for recording 
the fastener insignia of manufacturers and private label distribu- 
tors as required by Section 8 of the Act. 57 FR 37033-35, 
August 17, 1992. The notice proposed that the costs of recording 
insignia be recovered by user fees. 57 FR 37035-36, August 
17, 1992. 


The PTO must publish a notice in the Federal Register of 
any change of its fees at least 30 days before the effective date 
thereof. 15 U.S.C. 1113(a). On September 17, 1996, a notice 
of proposed rulemaking was published in the Federal Register, 
at 61 FR 48872-73, to announce three proposed fees of twenty 
dollars each, to recover costs associated with the insignia 
recordal program. The PTO has received no comments 
regarding the proposed fees. 


Additionally, the September 17th notice proposed to remove 
two rules from Part 2, 37 C.F.R. 2.53 and 2.189, because 
they were deemed not administratively necessary. Section 2.53 
specifies the manner in which drawings must be transmitted. 
Section 2.189 simply states the Office’s policy on publishing 
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amendments to the rules. This policy is not changing, but will 
no longer be stated as a rule. No comments were received on 
the proposed removal of the two rules. 


Other Considerations 


This rule is not significant for the purposes of Executive 
Order 12866. The Office of Management and Budget approved 
the information collections required by this rule on October 1, 
1996 (OMB number 0651-0028). This clearance expires 
October 31, 1999. The affected public is manufacturers and 
private label distributors of certain types of industrial fasteners. 
The estimated average number of responses is six hundred. 
The estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 


Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty 
for failure to comply with, a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 


This proposed fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required trader 5 U.S.C. 603(a). 
List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


For the reasons set out in the preamble, 37 CFR Part 2 is 
amended as set forth below. 
PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


2. Section 2.7 is added to read as follows: 
§ 2.7 Fastener Recordal Fees 
(a) Application fee for recordal of insignia .................. $20.00 
(b) Renewal of insignia recordal ..............cc:ssecesessesesees $20.00 
(c) Surcharge for late renewal of insignia recordal .....$20.00 
§ 2.53 [Removed] 

3. Section 2.53 is removed. 
§ 2.189 [Removed] 


4. Section 2.189 and the undesignated center heading 
“Amendment of Rules” are removed. 


BRUCE A LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


October 23, 1996 


[1192 OG 19] 


(158) Customer Feedback Card 

In an effort to support the reengineering of the patent process 
at the Patent and Trademark Office (PTO) (see Official Gazette 
Notice entitled “Reengineering the Patent Process” at 1187 Off. 
Gaz. Pat. Office 37 (June 11, 1996)), the PTO is piloting a 
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Customer Feedback Card to measure customer satisfaction on 
various Patent Reengineering projects. The Customer Feedback 
Card prototype is intended to be a universal tool for gathering 
customer comments and is designed to promote a high-level 
response rate and encourage customer participation. The initial 
prototype will be used during the upcoming months to gather 
customer feedback concerning the Patent Assistance Center. 
Customers will be randomly selected to anonymously provide 
feedback on their satisfaction with PTO’s products and ser- 
vices. 

Point of Contact for this Notice: 


Name: Stuart S. Levy 
Telephone Number: (703) 308-1295 
Fax Number: (703) 305-3594 


June 5, 1996 FRED SCHMIDT, Director 
Office of Strategic Planning and 


Patent Reengineering 


[1188 OG 125] 


(159) Training Materials on the Final Utility 


Examination Guidelines are Available 


Copies of materials developed to train Examiners on how 
to apply the Final Utility guidelines are now available to the 
public. 


On January 3, 1995 the Patent and Trademark Office (PTO) 
published in the Federal Register (60 FR 97) proposed utility 
examination guidelines establishing the policies and procedures 
to be followed by Examiners when examining applications for 
compliance with the utility requirement of 35 U.S.C. § 101. 
Comments from interested members of the public were 
requested at that time. On July 14, 1995 the PTO published in 
the Federal Register (60 FR 36263) the final version of the 
guidelines to be used by Office personnel in their review of 
patent applications for compliance with the utility requirement 
of 35 U.S.C. § 101 and 35 U.S.C. § 112, first paragraph. 


Training materials to supplement the Legal Analysis and 
Utility Examination Guidelines are now available. The training 
materials include a brief synopsis designed to give quick generic 
guidance with regard to the most common situations where a 
question of utility under 35 U.S.C. § 101 and 35 U.S.C. § 112, 
first paragraph might arise. Examples which are frequent in 
the examining groups are presented for each of the six categories 
identified and have been drafted as raising various questions 
concerning the utility examination guidelines. 


Requests for paper copies submitted by mail should be 
addressed to the Commissioner of Patents and Trademarks, 
marked to the attention of Jeff Kushan, Box 4, Patent and 
Trademark Office, Washington, D.C. 20231. Requests in person 
may be submitted in Room 902, Two Crystal Park, 2121 Crystal 
Drive, Arlington, Virginia. Requests may also be submitted by 
telephone at (703) 305-9300 and by telefax at (703) 305-8885. 


The training materials are available for retrieval from the 
Internet (address: www.uspto.gov) or File Transfer Protocol 
(address: ftp.uspto.gov). This material can also be accessed on 
the PTO Bulletin Board System at (703) 305-8950 by using a 
computer with a modem and telecommunication software set 
at any speed from 1200 to 9600 baud, 8 character bits, no 
parity, and | start/stop bit. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


August 4, 1995 


[1177 OG 171] 
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(160) Announcement of Training Sessions 
for PatentIn 2.1 for Preparation of 
Sequence Listings 


Free Training by USPTO in Arlington, VA 


The U.S. Patent and Trademark Office (USPTO) has devel- 
oped an authoring tool called Patentin 2.1 which will facilitate 
submitting Sequence Listings in computer readable form in 
compliance with WIPO ST.25, PCT Administrative Instruc- 
tions and U.S. Rules (37 CFR 1.821—1.825, revised July 1998). 
PatentIn 2.1 was developed through cooperation among the 
Trilateral Offices (USPTO, EPO and JPO). PatentIn 2.1 is the 
latest release of the PatentIn software and was designed to run 
on WINDOWS® based operating systems. 


Four separate, three-hour, free training sessions will be 
offered to the public on August 23 and 26, 1999, from 9:00 
AM to noon and from 1:00 PM to 4:00 PM each day. The 
training sessions will be held at: 


Workforce Effectiveness Division Computer Training Center 
Suite 105 Room 4 
2121 Crystal Drive (Crystal Park 2) 
Arlington, VA 22202 


Day and Date Start Time 


Monday, Aug. 23, 1999 
Monday, Aug. 23, 1999 


Thursday, Aug. 26, 1999 
Thursday, Aug. 26, 1999 


Session Number 


9:00 AM 
1:00 PM 
9:00 AM 
1:00 PM 


The training will include: (1) a discussion of the features of 
PatentIn 2.1; (2) tutorials using PatentIn 2.1 to prepare the file 
listing the nucleic acid and/or amino acid sequence information 
in computer readable form; and (3) free distribution of the 
latest version of the software and its user manual. 


The number of computers for trainees is limited, conse- 
quently, each session has a maximum capacity of 13 partici- 
pants. Should there be sufficient interest, scheduling of 
additional sessions at a future date will be considered. 


Requests to attend a training session should include the parti- 
cipant’s name, a preferred session number(s), a telephone 
number and/or email address. Requests may be made in writing 
or by e-mail. Requests in writing should be addressed to: 


UNITED STATES DEPARTMENT OF COMMERCE 
PATENT AND TRADEMARK OFFICE 

ASSISTANT SECRETARY AND COMMISSIONER 

OF PATENTS AND TRADEMARKS 

Washington, D.C. 20231 

Attention: Mindy Fleisher or Christopher Low 

Office of Search and Information Resources Administration 
2231 Crystal Drive, Suite 700, Arlington, VA 22202 


Requests for further information and/or registration by e- 
mail to attend a training session should be sent to: 


Mindy Fleisher: mindy.fleisher@uspto.gov; 703-306-2929 or 
Christopher Low: christopher.low @uspto.gov; 703-306-4119. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
For Patent Policy and Projects 


July 21, 1999 
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(161) Availability of PatentIn 2.1 Software 
For Preparation Of Sequence Listings 


For patent applications in which nucleotide and/or amino 
acid sequence information is significant, many patent applicants 
are familiar with submitting such sequence information pre- 
pared with the PatentIn authoring tool. A general description 
of PatentIn is provided in MPEP § 2430. While use of the 
PatentIn authoring tool is not required, the many automatic 
features of PatentIn simplify generating Sequence Listings 
when compared to generating them by hand in a word pro- 
cessing environment. 


The U.S. Patent and Trademark Office (USPTO) has devel- 
oped a new release of the authoring tool (Patentln 2.1) to aid 
in submitting Sequence Listings in computer readable form in 
compliance with WIPO ST.25, the PCT Administrative Instruc- 
tions and 37 CFR 1.821 — 1.825. PatentIn 2.1 was developed 
through cooperation among the Trilateral Offices (USPTO, 
EPO and JPO). PatentIn 2.1 is the latest release of the Patentin 
software and was designed to run on WINDOWS® based 
operating systems. 


Copies of the PatentIn version 2.1 software (two 3.5 inch 
diskettes per set) and documentation can be obtained for $25 
from the Office of Electronic Information Products (OEIP), 
which may be contacted at (703) 306-2600 (voice) or (703) 
306-2737 (telefax) or by email at oeip@uspto.gov. The PatentIn 
version 2.1 software can also be obtained for free by dow- 
nloading from the USPTO’s internet Web site (http://www.usp- 
to.gov). 


Additional information can be obtained by calling or sending 
email to Christopher Low at christopher.low @uspto. gov; (703)- 
306-4119. 


September 30, 1999 STEPHEN G. KUNIN 


Deputy Assistant Commissioner 
For Patent Policy and Projects 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 1 
[Docket No.: 991008272-9272-01] 
RIN 0651-AB07 


(163) 


Changes To Permit Payment of Patent and Trademark 
Office Fees by Credit Card 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking. 


SUMMARY: The Patent and Trademark Office (Office) is 
proposing to amend the rules of practice to provide for the 
payment of any patent or trademark fee by credit card. The 
Office previously limited payment by credit card to the fees 
required for information products or for an electronic submis- 
sion with or in a trademark application. The Office is proposing 
to accept payment of any patent fee, trademark fee, or informa- 
tion product fee by credit card. 


DATES: Comment Deadline Date: To be assured of consider- 
ation, written comments must be received on or before 
December 3, 1999. While comments may be submitted after 
this date, the Office cannot ensure that consideration will be 
given to such comments. No public hearing will be held. 


ADDRESSES: Comments should be sent by electronic mail 
message over the Internet addressed to: ccard.comments @usp- 
to.gov. Comments may also be submitted by mail addressed to: 
Box Comments-Patents, Assistant Commissioner for Patents, 
Washington, D.C. 20231, or by facsimile to (703) 308-6916, 
marked to the attention of Robert W. Bahr. Although comments 
may be submitted by mail or facsimile, the Office prefers to 
receive comments via the Internet. If comments are submitted 
by mail, the Office would prefer that the comments be submitted 
on a DOS formatted 3 1/2 inch disk accompanied by a paper 
copy. 

The comments will be available for public inspection at the 
Special Program Law Office, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects, located at Room 
3-C23 of Crystal Plaza 4, 2201 South Clark Place, Arlington, 
Virginia, 22202, and will be available through anonymous file 
transfer protocol (ftp) via the Internet (address: ftp.uspto.gov). 
Since comments will be made available for public inspection, 
information that is not desired to be made public, such as 
an address or phone number, should not be included in the 
comments. 


FOR FURTHER INFORMATION CONTACT: 


Concerning this proposed rule change: Robert W. Bahr, by 
telephone at (703) 305-9285, or by facsimile to (703) 308- 
6916 marked to the attention of Robert W. Bahr. 


Concerning the payment of fees (by credit card or otherwise) 
in general: Matthew Lee, by telephone at (703) 305-8051, by 
e-mail at matthew.lee @uspto.gov, or by facsimile at (703) 305- 
8007 marked to the attention of Matthew Lee. 


SUPPLEMENTARY INFORMATION: Patent and Trade- 


mark Office (Office) practice has been to accept payment of 


fees for information products by credit card, but not to accept 
patent fees or trademark fees by credit card. The Office recently 
revised 37 CFR 1.23 to expressly permit payment of money 
for fees ‘‘in an electronically filed trademark application or 
electronic submission in a trademark application.’’ See Trade- 
mark Law Treaty Implementation Act Changes, Final Rule 
Notice, 64 FR 48989, 48917 (September 8, 1999), 1226 Off. 
Gaz. Pat. Office 103, 120 (September 23, 1999). As explained 
in that final rule notice: 


Section 1.23 is also amended to add a paragraph (b), pro- 
viding that payments of money for fees in electronically filed 
trademark applications, or electronic submissions in trademark 
applications, may also be made by credit card. The Office 
previously limited fee payment by credit card to the fees 
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required for information products, and will continue to accept 
payment of information product fees by credit card. 

Section 1.23(b) will also provide that payment of a fee by 
credit card must specify the amount to be charged and such 
other information as is necessary to process the charge, and is 
subject to collection of the fee. 

Section 1.23(b) will further provide that the Office will not 
accept a general authorization to charge fees to a credit card. 
The Office cannot accept an authorization to charge ‘‘all 
required fees’’ or ‘‘the filing fee’’ to a credit card, because 
the Office cannot determine with certainty the amount of an 
unspecified fee (the amount of the *‘required fee’’ or the appli- 
cable *‘filing fee’’) within the time frame for reporting a charge 
to the credit card company. Also, the Office cannot accept 
charges to credit cards that require the use of a personal identifi- 
cation number (PIN) (e.g., certain debit cards or check cards). 

Section 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a 
form provided by the Office for the payment of fees by credit 
card, the Office will not be liable if the credit card number is 
made public. The Office currently provides an electronic form 
for use when paying a fee in an electronically filed trademark 
application or electronic submission in a trademark application. 
This form will not be included in the records open to public 
inspection in the file of a trademark matter. However, the 
inclusion of credit card information on forms or documents 
other than the electronic form provided by the Office may 
result in the release of credit card information. 


See Trademark Law Treaty Implementation Act Changes, 
64 FR at 48906-07, 1226 Off: Gaz. Pat. Office at 110. The 
Office is now proposing to revise the rules of practice to 
expressly accept payment of any patent fee, trademark fee, or 
information product fee by credit card, subject to actual collec- 
tion of the fee. 


The Office will provide a Credit Card Payment Form (PTO- 
2038) for use when paying a patent or trademark fee (or the 
fee for an information product) by credit card. The Office will 
not require customers to use this form when paying a patent or 
trademark fee by credit card. If, however, a customer provides a 
credit card charge authorization in another form or document 
(e.g., a communication relating to the patent or trademark), the 
credit card information may become part of the record of an 
Office file that is open to public inspection. Information con- 
cerning fees in general is posted on the Office’s Web site at 
hitp://www.uspto.gov, and information on completing the 
Credit Card Payment Form will be posted on the Office’s Web 
site. 


The Office will not include the Credit Card Payment Form 
(PTO-2038) among the records open to public inspection in 
the file of a patent, trademark registration, or other proceeding. 
The Credit Card Payment Form (PTO-2038) is the only form 
the Office uses to collect credit card information and is the 
only form the Office will not make available to the public as 
part of the file of a patent, trademark, or other proceeding. As 
discussed above, failure to use the Credit Card Payment Form 
(PTO-2038) when submitting a credit card payment may result 
in your credit card information becoming part of the record 
of a Patent and Trademark Office file that is open to public 
inspection. If the cardholder includes a credit card number on 
any form or document other than the Credit Card Payment 
Form, the Patent and Trademark Office will not be liable in the 
event that the credit card number becomes public knowledge. 


Discussion of Specific Rules: Title 37 of the Code of Federal 
Regulations, Part 1, is proposed to be amended as follows: 


Section 1.21: Section 1.21(m) is proposed to be amended to 
make the $50.00 fee for processing a check returned *‘unpaid’’ 
by a bank applicable to any payment refused or charged back 
by a financial institution. The burden of processing any payment 
refused or credit card transaction charged back by a financial 
institution is the same as the burden of processing a check 
returned ‘‘unpaid’’ by a bank. The phrase ‘‘payment refused 
* * * by a financial institution’’ includes a check returned 
*‘unpaid’’ by a bank but also applies to the refusal by a financial 
institution of a payment by other means. 
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Section 1.23: Section 1.23(b) is proposed to be amended by 
revising the first sentence to eliminate the restriction that the 
payment of money required for Patent and Trademark Office 
fees by credit card be limited to fees ‘‘in an electronically filed 
trademark application or electronic submission in a trademark 
application.” 


Review under the Paperwork Reduction Act of 1995 and 
Other Considerations. This notice is in conformity with the 
requirements of the Regulatory Flexibility Act (5 U.S.C. 601 
et seq.), Executive Order 12612 (October 26, 1987), and the 
Paperwork Reduction Act of 1995 (44 U.S.C. 3501 et seq.). It 
has been determined that this rulemaking is not significant for 
the purposes of Executive Order 12866 (September 30, 1993). 


This notice involves information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). As required by the Paperwork Reduc- 
tion Act of 1995 (44 U.S.C. 3507(d)), the Patent and Trademark 
Office has submitted an information collection package to OMB 
for its review and approval. The title, description, and respon- 
dent description for this information collection is shown below 
with an estimate of the annual reporting burdens. Included in 
the estimate is the time for reviewing instructions, searching 
existing data sources, gathering and maintaining the data 
needed, and completing and reviewing the collection of infor- 
mation. 


Title: Patent and Trademark Office Fees. 
Form Number: PTO-2038. 
Type of Review: A new collection. 


Affected Public: Individuals or households, businesses or 
other for-profit, not-for-profit institutions, farms, state, local 
or tribal governments, and the Federal Government. 


Estimated Number of Respondents: 100,000 responses per 
year. 


Estimated Time Per Response: 12 minutes. 


Estimated Total Annual Respondent Burden Hours: 20,000 
hours per year. 


Needs and Uses: Persons submitting fees to the Patent and 
Trademark Office need to provide information concerning the 
purpose for the fee so that the Patent and Trademark Office is 
able to: (1) Apply the fee to the particular application, patent, 
trademark registration, or other proceeding, service or product; 
and (2) determine whether the person has submitted the fee(s) 
required by law or regulation. The Credit Card Form provides 
the public with a convenient manner of paying a patent applica- 
tion or service fee, trademark application or service fee, or 
information product fee by credit card. 


Comments are invited on: (a) Whether the collection of 
information is necessary for proper performance of the func- 
tions of the agency; (b) the accuracy of the agency’s estimate 
of the burden; (c) ways to enhance the quality, utility, and 
clarity of the information to be collected; and (d) ways to 
minimize the burden of the collection of information to respon- 
dents. 


Interested persons are requested to send comments regarding 
the burden estimate or any other aspects of the information 
requirements, including suggestions for reducing the burden, 
to Robert J. Spar, Director, Special Program Law Office, Patent 
and Trademark Office, Washington, D.C. 20231, or to the 
Office of Information and Regulatory Affairs of OMB, New 
Executive Office Building, 725 17th Street, N.W., Room 10235, 
Washington, D.C. 20503, Attention: Desk Officer for the Patent 
and Trademark Office. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OFFICIAL GAZETTE 
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The Chief Counsel for Regulation of the Department of 
Commerce certified to the Chief Counsel for Advocacy, Small 
Business Administration, that the changes proposed in this 
notice if adopted would not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The Office does not currently permit patent 
or trademark fees (except in an electronically filed trademark 
application or electronic submission in a trademark application) 
to be paid by credit card. The changes proposed in this notice 
if adopted would permit small entities as well as non-small 
entities the option of paying any patent or trademark fee by 
credit card. Small entities as well as non-small entities will 
continue to have the option of paying any patent or trademark 
fee by check, treasury note, money order, or charge to a deposit 
account. Based upon the number of small entities who pay fees 
to the Patent and Trademark Office each year and the percentage 
of fee payments that are by credit card (where currently per- 
mitted), the Office expects 16,000 small entities to pay a patent 
or trademark fee by credit card each year. Thus, the changes 
proposed in this notice if adopted would not have a significant 
economic impact on any business. 


This notice of proposed rulemaking does not contain policies 
with federalism implications sufficient to warrant preparation 
of a Federalism Assessment under Executive Order 12612 
(October 26, 1987). 


List of Subjects in 37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record- 
keeping requirements, Small businesses. 


For the reasons set forth in the preamble, 37 CFR Part | is 
proposed to be amended as follows: 


PART 1-RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part | is revised to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.21 is amended by revising paragraph (m) to 
read as follows: 


§ 1.21 Miscellaneous fees and charges. 


* * * * * 


(m) For processing each payment refused (including a check 
returned ‘‘unpaid’’) or charged back by a financial institution - 
$50.00 


xx KK * 


3. Section 1.23 is amended by revising the first sentence of 
paragraph (b) to read as follows: 


§ 1.23 Method of payment. 


** KK * 


(b) Payments of money required for Patent and Trademark 
Office fees may also be made by credit card.* * * 


* KKK * 
October 29, 1999 ROBERT M. ANDERSON 
Acting Assistant Secretary of Commerce and 


Acting Commissioner of Patents and 
Trademarks 
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Notice of Examination for Registration 
Wednesday, April 12, 2000 


(164) 


An Examination for persons seeking registration before the 
U.S. Patent and Trademark Office as patent attorneys and agents 
will be held on Wednesday, April 12, 2000, pursuant to the 
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provisions of 37 CFR §§10.5, 10.6, and 10.7. The deadline for 
filing applications along with the $40 application fee and the 
$310.00 examination fee and all necessary showings required 
by 37 CFR §§10.7(a) and (b) is December 31, 1999. Applica- 
tions which do not contain all necessary information for consid- 
eration for the registration examination or which are not timely 
filed by the deadline for the April 12, 2000, registration exami- 
nation will not be considered for the April 12, 2000, examina- 
tion. The next examination is scheduled for Wednesday, 
November 1, 2000. 


All persons who wish to become recognized to practice 
before the U.S. Patent and Trademark Office in patent cases 
must, pursuant to the above noted rules, pass the registration 
examination, except those persons who actively served four 
years or more in the patent examining corps of the U.S. Patent 
and Trademark Office for whom the examination may be 
waived. Passing the examination does not qualify one for regis- 
tration for practice before the U.S. Patent and Trademark Office 
in trademark and other non-patent cases. Such recognition is 
governed by 37 CFR §10.14. 


For further information, or to request an application form, 
please contact the Office of Enrollment and Discipline, in 
person at Suite 1103, 2221 South Clark Street, Crystal Plaza 6, 
Arlington, Va., by mail addressed to U.S. Patent and Trademark 
Office, Box OED, Washington, D.C. 20231, by calling (703) 
306-4097, or by faxing your inquiry or request to (703) 306- 
4134. The General Requirements Bulletin and Application 
forms will be available on the Internet at www.uspto.gov. 
Applications will be available after September 1999. 


August 6, 1999 KAREN BOVARD, Director 
Office of Enrollment and Discipline 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Notice of Round Table Discussion on 
Proposed Reform of Patent Law and 
Operational Authority of the 
Patent and Trademark Office 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of Meeting. 


SUMMARY: The Patent and Trademark Office (PTO) 
announces a one-day, round table discussion on legislative 
proposals to reform patent law and the operational authority 
of the PTO. There will be approximately 10 to 20 round table 
participants. The participants may include Congressional repre- 
sentatives, Administration officials, and PTO customers invited 
by the PTO in consultation with groups representing large 
and small entities and independent inventors. Subject to space 
limitations, observers are invited to attend and, if time permits, 
make comments. 


DATES: The round table discussion will be held on Friday, 
January 22, 1999, from 9:00 a.m. until 5:00 p.m. Individuals 
who would like to attend as observers must register by telephone 
between 12 noon Eastern time on January 14, 1999, and 12 
noon January 20, 1999. 


ADDRESSES: The round table discussion will take place at 
the Sheraton Crystal City Hotel, 1800 Jefferson Davis Highway, 
Arlington, Virginia 22202. Individuals who would like to attend 
must register their name with Andrew Hirsch, Director of Con- 
gressional Affairs, by telephone at (703) 305-9300, or by fac- 
simile transmission marked to his attention at (703) 305-8885. 


FOR FURTHER INFORMATION CONTACT: Andrew 
Hirsch, Director of Congressional Affairs, by telephone at (703) 
305-9300, or by facsimile transmission marked to his attention 
at (703) 305-8885. 


U.S. PATENT AND TRADEMARK OFFICE 
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SUPPLEMENTARY INFORMATION: 


BACKGROUND: The U.S. patent system plays a critical role 
in our dynamic economy. Inventors rely on a strong patent 
system to protect their creativity and investment as they bring 
their new technology and products to the marketplace. Inventors 
want their patent applications examined and patents issued and 
protected in the most efficient manner possible. While all PTO 
customers and other interested parties agree with those goals, 
they disagree as to what, if any, reforms are necessary to achieve 
those goals. 

Efforts intended to reform and improve the U.S. patent 
system have intensified over the last two Congresses. However, 
legislation was not enacted because of disagreement over the 
specific proposals to reform patent law and the operational 
authority of the PTO. 


PURPOSE OF ROUND TABLE DISCUSSION: This round 
table discussion is expected to begin a constructive dialogue 
among PTO customers and other interested parties on the desir- 
ability and the proper nature and scope of the various proposed 
legislative reforms to U.S. patent law and to the operational 
authority of the PTO. The PTO does not intend to use the 
group to arrive at any consensus. Accordingly, the PTO will 
host the round table discussion both to bring insights and experi- 
ences of diverse viewpoints to the agency and to find out where 
problems have been observed in the patent system before those 
problemsharm the American economy. Attendees will be 
encouraged to supply the agency with general commentary, 
suggestions, and raw data. 


ISSUES: Issues to be addressed by round table participants 
include, but are not limited to, the following: 


1. Early publication of patent applications and provisional 
fights. 


2. Reform of reexamination procedures. 
3. Prior user rights. 
4. Patent term restoration/extension provisions. 


5. Recasting the PTO as a Government corporation and/or 
performance-based organization with improved operating and 
financial flexibilities. 


6. Patent fee related issues. 
7. Invention promotion fraud. 


REGISTRATION OF PUBLIC OBSERVERS: Because of 
space limitations, a limited number of public observers will be 
allowed to attend. Individuals who would like to attend must 
register their name with Andrew Hirsch, Director of Congres- 
sional Affairs, by telephone at (703) 305-9300, or by facsimile 
transmission marked to his attention at (703) 305-8885. 
Requests to register as observers will be granted on a first- 
come, first-served basis. 


December 23, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks 


{1218 OG 577] 


GLOBALPat and USAMark 
CD-ROM Products Now Available 


(166) 


Nearly all of the world’s patent literature published since 
1971 is now available on the GLOBALPat CD-ROM collec- 
tion from the European Patent Office and the U.S. Patent and 
Trademark Office. Derived from the First Page Data Base 
(FPDB ), GLOBALPat delivers information from the front 
page of a single representative member of each patent family 
published by the United States, the European Patent Office, 
France, Ger many, Great Britain, Switzerland or the World 
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Intellectual Property Organization. Each record contains 
English language bibliographic text, an abstract and a represen- 
tative drawing, where appropriate. GLOBALPat uses the 
MIMOSA software developed jointly by the Trilateral Offices 
(U.S. Patent and Trade mark Office, the Japanese Patent Office, 
and the European Patent Office) for SGML-encoded docu- 
ments. 


GLOBALPat is available both as a back file and a front file. 
The back file consists of 116 discs arranged into 69 technology 
sets based on the International Patent Classification, and covers 
the years 1971-1996. The front file consists of documents from 
1997, to be published as data is available, and is arranged by 
issuing country in numerical order. Price of the back file, which 
must be ordered in its entirety, is $1,200 U.S.; price of the 
front file is $200 U.S. per calendar year. 


USAMark offers facsimile images of the more than two 
million U.S. trademarks registered from 1884 to the present, 
whether or not they are currently active. This is a document 
delivery system rather than a search system. Registrations are 
retrieved by document number only from a cumulative index 
that covers all issued discs. The cumulative index is updated 
during the process of installing the most recently received issue. 
Lists of document numbers found in another search system can 
be uploaded from a file or copied from the clipboard. USAMark 
represents the best available copy of a substantial portion of 
the trademark search files at the U.S. Patent and Trademark 
Office. 


USAMark is available both as a back file and a front file. 
The price for the back file of 101 discs representing 1884 - 
1997, which must be ordered as a complete set, is $1,100 U.S. 
The front file containing documents from 1998, to be updated 
monthly including any back file changes, is available on a 
calendar year subscription basis. The subscription price is $200 
U.S. per calendar year. 


Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 


include all issues for that calendar year. Both products may be 
used in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 
Telephone: (703) 306-2600 
Fax: (703) 306-2737 


May 29, 1998 WESLEY H. GEWEHR 


Administrator for Information 
Dissemination 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


(167) 


Performance Review Board 
AGENCY: Patent and Trademark Office, Commerce 


ACTION: Announcement of Membership of the Patent and 
Trademark Office Performance Review Board. 


SUMMARY: In conformance with the Civil Service Reform 
Act of 1978, 5 U.S.C. 4314(c)(4), the Patent and Trademark 
Office announces the appointment of persons to serve as mem- 
bers of its Performance Review Board. 


ADDRESSES: Comments should be addressed to Director, 
Office of Human Resources, Patent and Trademark Office, One 
Crystal Park, Suite 707, Washington, DC 20231. 


FOR FURTHER INFORMATION CONTACT: Alethea 
Long-Green at the above address or telephone (703) 305-8062. 


OFFICIAL GAZETTE 


Marcu 21, 2000 


SUPPLEMENTARY INFORMATION: The membership of 
the Patent and Trademark Office Performance Review Board 
is as follows: 


Stephen C. Browning, Chair 
Acting Associate Commissioner and 
Chief Financial Officer 
Patent and Trademark Office 
Washington, DC 20231 
Term - expires September 30, 2001 


Janice A. Howell 
Director, Patent Examining Group 
Patent and Trademark Office 
Washington, DC 20231 
Term - expires September 30, 2001 


Jin F. Ng 
Director, Patent Examining Group 
Patent and Trademark Office 
Washington, DC 20231 
Term - expires September 30, 2000 


Albin F. Drost 
Acting Solicitor 
Patent and Trademark Office 
Washington, DC 20231 
Term - expires September 30, 2001 


Robert M. Anderson 
Deputy Assistant Commissioner 
for Trademarks 
Patent and Trademark Ofrice 
Washington, DC 20231 
Term - expires September 30, 2001 


Gerald R. Lucas 
Director, Eastern Administrative 
Support Center 
Department of Commerce 
Norfolk, VA 23510 
Term - expires September 30, 2001 


Robert F. Kugelman 
Director, Office of Budget 
Department of Commerce 
Washington, DC 20230 
Term — expires September 30, 2001 


H. Dieter Hoinkes 
Deputy Administrator for Legislative 
and International Affairs 
Patent and Trademark Office 
Washington, DC 20231 
Term - expires September 30, 2001 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


October 7, 1999 


[1228 OG 137] 


(168) Notification Regarding Voice Response 


System For Patent Maintenance Fees 


All patent owners are notified of a new, automated voice 
response system for patent maintenance fees. The voice 
response system may be accessed 24 hours a day, seven days 
a week on (703) 308-5036 and (703) 308-5037. 


The voice response system provides access to general patent 
maintenance fee information, including, but not limited to: 


e The fee schedule for maintenance fees, including sur- 
charges. 

e How to pay maintenance fees (e.g., check, money order, 
deposit account, etc.). 

e Where to pay maintenance fees. 
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e General information on expired patents (e.g., petitions must 
be filed within 24 months after the expiration date). 

e How to access maintenance fee information through the 
official PTO Web site. 


The voice response system provides access to maintenance 
fee information on specific patents, including: 


e The current entity status (e.g., small entity). 

e The filing date. 

e The issue date. 

e Information on payments in the maintenance fee history 
file excluding refunds. 


A diagram of the voice response system follows. 


Questions regarding patent maintenance fees should be 
directed to the Maintenance Fee Branch at (703) 308-5068 or 
(703) 308-5069. Questions or comments concerning this notice 
should be forwarded to Matthew Lee, Office of Finance, by 
telephone at (703) 305-8051, by facsimile at (703) 305-8007, 
or by e-mail at matthew.lee @uspto.gov. 

March 12, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary 
of Commerce and 

Acting Commissioner 

of Patents and Trademarks 


[1221 OG 40] 


(169) Posting a List of Patents with 
37 CFR 1.607(d) Notices 


on the PTO Web Site 


When an applicant seeks to provoke an interference with a 
patent, 37 CFR 1.607(d) requires that the patentee be notified 
when the attempt to provoke the interference is first made. 
After notifications under 37 CFR 1.607(d) are mailed, they are 
placed in the patented files. They then become public records. 


Recently, the PTO has begun receiving specific requests 
from members of the public for listings of patents which have 
had 37 CFR 1.607(d) notices mailed to the patentee. To provide 
this service to our customers, while reducing the administrative 
burden of processing individual requests, the PTO will post, 
within the next few months, a listing of all such patents. The 
posting will be provided on the PTO Home Page at www.usp- 
to.gov. The first listing will include all patents in which a 37 
CFR 1.607(d) notice has been mailed since January 1, 1998. 
Thereafter, the listing will be updated on a quarterly basis and 
the quarterly posting will list all patents from the previous three 
months containing such notices. 


Inquiries regarding this matter should be directed to Mag- 
dalen Greenlief at (703) 305-8813. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner for 
Patent Policy and Projects 


September 9, 1998 


[1215 OG 14] 


Department of Commerce 
Patent and Trademark Office 


[Docket No. 980713169-8167-01] 


Dissemination of Patent and Trademark Information 
on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide 
Web (Web) site by adding additional patent data and by 
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including trademark data. This expansion will provide Web 
access to the full text of patents granted since 1976 and to the 
trademark text data for registered and pending marks. The PTO 
also plans to incorporate patent and trademark image data and 
trademark data for inactive marks as part of its expanded Web 
offering. The PTO requests public comments on its decision 
to expand its Web site offerings. 


Dates: To ensure consideration, written comments must be 
submitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator 
for Information Dissemination, Crystal Park 3, Suite 451, 
Washington, D.C. 20231; or fax to 703-306-2737; or e-mail to 
jane.myers @uspto.gov. Comments will be available for public 
inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 
22202. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306- 
2600; by fax at 703-306-2737; by e-mail to jane.myers @usp- 
to.gov; or by mail to Patent and Trademark Office, Office of 
Electronic Information Products, Crystal Park 3, Suite 441, 
Washington, D.C. 20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides 
the public with on-line access, for a fee, to internal patent 
and trademark automated search systems in its public search 
facilities located in Crystal City, Va. Thirty-one Patent and 
Trademark Depository Libraries (PTDLs) offer on-line access 
to PTO’s automated patent full-text search system, and three 
Partnership PTDLs offer on-line access to PTO’s automated 
trademark text and image search system and to the automated 
patent image retrieval system. The PTO also provides access 
to subsets of its patent and trademark databases on CD-ROMs 
in the PTO’s public search facilities and at 83 PTDLs located 
throughout the country. The PTO sells its CD-ROM products 
to the public, and the Government Printing Office makes them 
available to the Federal Depository Libraries. Although the 
PTO has provided World-Wide Web access to searchable patent 
bibliographic data since November 1995, neither searchable 
trademark data, the full text of patents, nor patent and trademark 
image data are currently available on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data 
that is currently available on the PTO’s Cassis CD-ROM prod- 
ucts—Trademarks Registered and Trademarks Pending—cov- 
ering active registered and pending marks. In November 1998, 
this trademark offering will include the “clipped” images asso- 
ciated with these marks. In the future, this searchable trademark 
database will be expanded to include inactive (abandoned, can- 
celled and expired) marks and some additional data elements 
associated with those inactive marks, and will be updated more 
frequently to reflect more current conditions of the trademark 
database. Also in November 1998, the PTO plans to expand 
its patent database offering on the Web to include free access 
to the full text of all patents issued since 1976. In March 1999, 
the patent offering will allow users free access to the full 
page images of patents identified. On-line ordering of patent 
documents issued since 1976 for electronic delivery, for a fee, 
is planned for March 1999. Any such fee will be established by 
taking into consideration applicable government policy, OMB 
circular A-130, the Paperwork Reduction Act, and any other 
applicable statutes. The PTO requests public comments on its 
plans to expand its Web site offerings. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 21, 1998 


[1213 OG 160] 
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(171) Publication of the Current Patent Rules 


in Title 37, Code of Federal Regulations 


The U.S. Patent and Trademark Office (PTO) announces the 
availability of a publication of the patent rules in title 37, 
C.F.R., that is current as of February 4, 1998. The PTO has 
recently revised the rules of practice in title 37, C.F.R. See 
Changes to Patent Practice and Procedure: Final Rule Notice, 
62 Fed. Reg. 53131 (October 10, 1997), 1203 Off. Gaz. Pat. 
Office 63 (October 21, 1997), and Changes to Continued Prose- 
cution Application Practice; Interim Rule Notice, 63 Fed. Reg. 
5732 (February 4, 1998); 1207 Off. . Pat. Office 83 (Feb- 
ruary 24, 1998). The Office of the Federal Register (OFR) 
annually publishes the C.F.R. as in effect on July 1. Thus, the 
latest, or July 1997 revision of, title 37, C.F.R., as published 
by the OFR does not reflect the rules of practice as revised by 
the above-mentioned rule makings, and the OFR is not expected 
to publish the next revision of title 37, C.F.R., until after July 
of 1998. 


35 U.S.C. § 11(a)(6) authorizes the Commissioner to print 
pamphlet copies of, inter alia, the patent rules of practice. 
To respond to the public demand for an immediate C.F.R. 
publication that reflects the above-mentioned changes to title 
37, the PTO has published title 37, C.F.R., reflecting the patent 
rules of practice that are in effect as of February 4, 1998. The 
PTO is offering this publication for sale in paper (8 1/2 inch 
by 11 inch loose-leaf pages shrink-wrapped but without a 
binder) for $30 per copy. This publication is also available at 
no cost on the PTO’s Web site at www.uspto.gov. The public 
will be notified when the publication is available on CD-ROM. 


Order forms are available at the Reception Desk, Patent 
Search Room, Crystal Plaza 3, Rm. 1A01; on the PTO’s Web 
site; and by calling the Office of Electronic Information Prod- 
ucts (OEIP) at (703) 306-2600. Those wishing to place orders 
should submit an order form, together with payment or payment 
authorization, to: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3 - Suite 441 

Washington, D.C. 20231 


Orders will also be taken by facsimile at (703) 306-2737, 
or in person by OEIP in Crystal Park 3, Suite 441, Arlington, 
Va., 22202. 


Payments should be by check or money order payable to 
the Commissioner of Patents and Trademarks, or, with authori- 
zation, charged to a PTO deposit account, VISA®, or Master- 
Card®. Notebooks and CD-ROMs will be mailed by first-class 
mail to addresses in the United States, Canada, and Mexico, 
and by airmail to all other addresses; or, at the requestor’s 
expense, by FedEx. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
for Patent Policy and Projects 


March 3, 1998 


[1208 OG 102] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 980326078-8978-01] 


(172) 


Request for Comments on Proposed Internet Usage Policy 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments on a proposed Internet usage policy. The policy is 
intended to provide guidance to PTO employees regarding the 
use of the Internet for official PTO business. The policy is to 
cover (1) communications with applicants via Internet elec- 
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tronic mail (e-mail) and (2) using the Internet to search for 
information concerning patent applications and elements 
appearing in trademark applications. 


DATES: Written comments on the proposed Internet usage 
policy will be accepted by the PTO until December 28, 1998. 


ADDRESSES: Written comments should be addressed to the 
attention of Magdalen Greenlief, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects. Comments sub- 
mitted by mail should be sent to: Box Comments - Patents, 
Assistant Commissioner for Patents, Washington, D.C. 2023 
1. Comments may also be submitted by facsimile transmission 
to (703) 305-8825 or by electronic mail through the Internet 
to “magdalen.greenlief@uspto.gov”. 


Written comments will be available for public inspection in 
Suite 910 of Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 
format will be available through the PTO’s Website at http:// 
www.uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail to her attention addressed to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, D.C. 
20231; by telephone at (703) 305-8813; by facsimile transmis- 
sion to (703) 305-8825; or by electronic mail through the 
Internet to “magdalen.greenlief@uspto.gov’”. 


SUPPLEMENTARY INFORMATION: The Commissioner 
of Patents and Trademarks issued a Notice entitled “Interim 
Internet Usage Policy” in the Official Gazette of the United 
States Patent and Trademark Office (O.G.) on February 25, 
1997 at 1195 O.G. 89. The Notice set forth interim guidelines 
for PTO employees regarding the use of the Internet to conduct 
official PTO business. The Notice also stated that the guidelines 
are interim since the public has not had an opportunity to 
comment on them and that the PTO will publish a Notice 
in the Federal Register and the Official Gazette requesting 
comments from the public on the use of the Internet in the 
PTO’s patent and trademark examination process. Pursuant to 
the February 25, 1997 O.G. Notice, the following proposed 
Internet Usage Policy is being published for public comment. 


The Internet offers a highly effective means of identifing, 
locating, and retrieving scientific and technical information and 
also provides a means for the applicant to communicate with 
PTO employees via advanced electronic mail. Communications 
via Internet e-mail are at the discretion of the applicant. In 
view of the fact that all communications and data transmitted 
from or to applicant by the Internet may be neither encrypted 
nor secure, applicants who wish to communicate with the PTO 
on an unsecure medium such as Internet e-mail do so at their 
own risk. If an applicant wishes the PTO to communicate 
with the applicant on the unsecure medium, the applicant may 
authorize the PTO to do so by submitting a written authoriza- 
tion. Where the Internet is used to search patent applications, 
PTO employees must restrict their search operations to deter- 
mining the general state of the art. The purpose of the Internet 
usage policy is to provide guidelines for PTO employees for 
using the Internet to conduct official PTO business. 


(A) Regarding communications between PTO employees and 
applicant by electronic mail, the PTO is particularly interested 
in comments relating to the following: 


(1) Regarding communication with the Patent Organization, 
where a written authorization by the applicant has been given, 
Patent Article 5 of the proposed Internet usage policy limits 
the use of the Internet e-mail for communications other than 
those under 35 U.S.C. 132 or which othenvise require a signa- 
ture. Should such limitations be imposed? If so, what other types 
of correspondence should not be communicated via Internet e- 
mail? 


(2) What type of confirmation, if any, from the PTO would 
you like to see regarding whether the e-mail with attachments 
has been received and is readable? 


(3) Regarding communication with the Patent Organization, 
the “Interim Internet Usage Policy” published on February 25, 
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1997 at 1195 O.G. 89 indicated that an express waiver under 
35 U.S.C. 122 by the applicant is required before Internet e- 
mail may be used by PTO employees to conduct official PTO 
business where sensitive data will be exchanged or where there 
exists a possibility that sensitive data could be identified. 


The reference to a waiver of 35 U.S.C. 122 has been deleted 
from the proposed Internet usage policy because it appears to 
be unnecessary. Are there any problems with the elimination 
of the waiver? 


(4) Patent Article 7 and Trademark .Article 8 of the proposed 
Internet usage policy permits PTO employees to respond to 
applicant’s e-mail correspondence by other appropriate means 
such as telephone or by facsimile transmission. Would you 
prefer to have PTO employees respond via Internet e-mail or 
is the other appropriate means noted above acceptable? 


(5) How likely would you utilize the Internet e-mail to con- 
duct interviews under the conditions set forth in Patent Article 
8 and Trademark Article 9 of the proposed Internet usage 


policy? 


(6) In view of the fact that all communications and data 
transmitted from or to the applicant by the Internet may be 
neither encrypted nor secure, how likely and how often and 
for what purpose would you utilize the Internet e-mail to com- 
municate with PTO employees regarding a particular applica- 
tion? 


(7) Should digital signatures, digital certificates, public key/ 
private key encryption and key recovery be used for Internet 
e-mail? If so, what software(s) should PTO use? 


(B) The PTO is also interested in comments regarding 
searching and retrieving scientific and technical information 
in patent applications via the Internet, particularly comments 
relating to searching and retrieving scientific and technical 
information in patent applications which the PTO must maintain 
in confidence pursuant to 35 U.S.C. 122. 


Please submit separate comments concerning patent provis- 
ions and trademark provisions. Although comments may be 
submitted by mail or facsimile transmission, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3.5" disk accompanied by 
a paper copy of the comments. 


Written comments should include the following information: 
— Name and affiliation of the individual responding; 


— An indication of whether the comments offered represent 
views of the respondent’s organization or are the respondent’s 
personal views; and 


— If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, nonprofit organization). 


I. PROPOSED PATENT INTERNET USAGE POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance operations by 
enabling Patent Examiners to locate and retrieve new sources 
of scientific and technical information, (2) communicate more 
effectively with our customers via advanced electronic mail 
(e-mail) and file transfer functions, and (3) more easily publish 
information of interest to the intellectual property community 
and the general public. This new technology offers low-cost, 
high speed, and direct communications capabilities upon which 
the PTO wishes to capitalize. 


The organizations reporting to the Assistant Commissioner 
for Patents have special legal requirements that must be satisfied 
as part of the PTO’s goal to make effective use of the Internet. 
Because security issues concerning transmission and capture 
of search requests by unauthorized individuals have not yet 
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been resolved, Patent Examiners are to exercise good judgment 
and restrict their searches to nonspecific patent application uses. 


Purpose: 


To establish a policy for use of the Internet by the Patent 
Examining Corps and other organizations within the PTO; 


To address use of the Internet to conduct interview-like 
communications and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific and technical information 
sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the patent applica- 
tion, the examining, and granting functions. 


Article 1. Applicability 


This policy applies to members of the Patent Organization 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Patent Organiza- 
tion. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief Information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-patent application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette on February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Confidentiality of Proprietary Information 


If security and confidentiality cannot be attained for a specific 
use, transaction, or activity, then that specific use, transaction, 
or activity shall NOT be undertaken/conducted. 


All use of the Internet by Patent Organization employees, 
contractors, and consultants shall be conducted in a manner 
that ensures compliance with confidentiality requirements in 
statutes, including 35 U.S.C. 122, and regulations. Where a 
written authorization is given by the applicant for the PTO to 
communicate with the applicant via Internet e-mail, communi- 
cations via Internet e-mail may be used. 


Backup, archiving, and recovery of information sent or 
received via the Internet is the responsibility of individual users. 
The OCIO does not, and will not, as a normal practice, provide 
backup and recovery services for information produced, 
retrieved, stored, or transmitted to/from the Internet. 


Article 5. Communications via the Internet and Authoriza- 
tion 

Communications via Internet e-mail are at the discretion of 
the applicant. 


Without a written authorization by applicant in place, the 
PTO will not respond via Internet e-mail to any Internet corre- 
spondence which contains information subject to the confidenti- 
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ality requirement as set forth in 35 U.S.C. 122. A paper copy 
of such correspondence will be placed in the appropriate patent 
application. 


The following is a sample authorization form which may be 
used by applicant: “Recognizing that Internet communications 
are not secure, I hereby authorize the PTO to communicate 
with me concerning any subject matter of this application by 
electronic mail. I understand that a copy of these communica- 
tions will be made of record in the application file.” 


A written authorization may be withdrawn by filing a signed 
paper clearly identifying the original authorization. The fol- 
lowing is a sample form which may be used by applicant to 
withdraw the authorization: 


“The authorization given on , to the PTO to com- 
municate with me via the Internet is hereby withdrawn. I under- 
stand that the withdrawal is effective when approved rather 
than when received.” 


Where a written authorization is given by the applicant, 
communications via Internet e-mail, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be 
used. In such case, a printed copy of the Internet e-mail commu- 
nications MUST be given a paper number, entered into the 
Patent Application Location and Monitoring System (PALM) 
and entered in the patent application file. A reply to an Office 
action may NOT be communicated by applicant to the PTO 
via Internet e-mail. If such a reply is submitted by applicant 
via Internet e-mail, a paper copy will be placed in the appro- 
priate patent application file with an indication that the reply 
is NOT ENTERED. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail unless there is a written 
authorization of record in the patent application by the appli- 
cant. 


All reissue applications are open to public inspection under 
37 CFR 1.1 l(a) and all papers relating to a reexamination 
proceeding which have been entered of record in the patent or 
reexamination file are open to public inspection under 37 CFR 
1.1 1(d). PTO employees are NOT permitted to initiate commu- 
nications with applicant in a reissue application or a patentee 
of a reexamination proceeding via Internet e-mail unless written 
authorization is given by the applicant or patentee. 


Article 6. Authentication of Sender by a Patent Organiza- 
tion Recipient 


The misrepresentation of a sender’s identity (i.e., spoofing) 
is a known risk when using electronic communications. There- 
fore, Patent Organization users have an obligation to be aware 
of this risk and conduct their Internet activities in compliance 
with established procedures. 


Internet e-mail must be initiated by a registered practitioner, 
or an applicant in a pro se application, and sufficient informa- 
tion must be provided to show representative capacity in com- 
pliance with 37 CFR 1.34. Examples of such information 
include the attorney registration number, attorney docket 
number, and patent application number. 


Article 7. Use of Electronic Mail Services 


Once e-mail correspondence has been received from the 
applicant, as set forth in Patent Article 4, such correspondence 
must be responded to appropriately. The Patent Examiner may 
respond to an applicant’s e-mail correspondence by telephone, 
fax, or other appropriate means. 


Article 8. Interviews 


Internet e-mail shall NOT be used to conduct an exchange 
or communications similar to those exchanged during telephone 
or personal interviews unless a written authorization has been 
given under Patent Article 5 to use Internet e-mail. In such 
cases, a paper copy of the Internet e-mail contents MUST be 
made and placed in the patent application file as required by 
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the Federal Records Act in the same manner as an Examiner 
Interview Summary Form is entered. 


Article 9. Internet Searching 


The ultimate responsibility for formulating individual search 
strategies lies with individual Patent Examiners, Scientific and 
Technical Information Center (STIC) staff, and anyone charged 
with protecting proprietary application data. When the Internet 
is used to search, browse, or retrieve information relating to a 
patent application, other than a reissue application or reexami- 
nation proceeding, Patent Organization users MUST restrict 
search queries to the general state of the art. Internet search, 
browse, or retrieval activities that could disclose proprietary 
information directed to a specific application, other than a 
reissue application or reexamination proceeding, are NOT per- 
mitted. 


This policy also applies to use of the Internet as a communica- 
tions medium for connecting to commercial database providers. 


Article 10. Documenting Search Strategies 


All Patent Organization users of the Internet for patent appli- 
cation searches shall document their search strategies in accor- 
dance with established practices and procedures as set forth in 
MPEP 719.05 subsection (B)(6). 


Article 11. Citations 


All Patent Organization users of the Internet for patent appli- 
cation searches shall record their fields of search and search 
results in accordance with established practices and procedures 
as set forth in MPEP 719.05 subsection (B)(6). 


Subparagraph A. 


Internet document citations should include information 
which is normally included for reference documents (i.e., Form 
PTO-892). In addition, any information which would aid a 
future searcher in locating the document should be included 
in the citation. Guidelines for citing electronic information can 
be found as an attachment to this policy. 

Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Patent Examiner or STIC staff shall pursue 
the acquisition of a copy of the originally published document 
or an original of the document or Web object in question for 
all references cited. Note: scanned images are considered to 
be a copy of the original publication. Electronic-only documents 
are original publications. 


Article 12. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments in all art areas. For example, use of 
the Internet for keeping abreast of conferences, seminars, and 
for receiving mail from appropriate list servers is acceptable. 


Article 13. Policy Guidance and Clarifications 


Within the Patent Organization, any questions regarding 
Internet usage policy should be directed to the user’ s immediate 
supervisor. Non-PTO personnel should direct their questions 
to the Office of the Deputy Assistant Commissioner for Patent 
Policy and Projects. 

ll. PROPOSED TRADEMARK INTERNET USAGE 
POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance customer services by 
enabling attorney advisors (Trademarks) and other Trademark 
employees to locate and retrieve new sources of legal, scientific, 
commercial and technical information, (2) communicate more 
effectively with customers via electronic mail (e-mail) and file 
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transfer functions, and (3) more easily publish information of 
interest to the intellectual property community and the general 
public. 


This new technology offers low-cost, high speed, direct com- 
munication capabilities that the PTO wishes to leverage to the 
advantage of its customers. The organizations reporting to the 
Assistant Commissioner for Trademarks have special legal 
requirements that must be satisfied as part of the PTO’s goal 
to make effective use of the Internet and electronic commerce. 


Purpose: 


To establish a policy for use of the Internet by organizations 
reporting to the Assistant Commissioner for Trademarks, 
including: the Office of the Assistant Commissioner for Trade- 
marks, the Trademark Examining Operation, Trademark Ser- 
vices, Trademark Program Control and the Trademark 
Assistance Center; 


To address use of the Internet to conduct interview-like 
communications, and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific, commercial and technical 
information sources on the Internet; 


To inform the public how the PTO intends to use the Internet: 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the trademark 
application, examination, and registration business processes. 


Article 1. Applicability 


This policy applies to members of the Trademark Organiza- 
tion reporting to the Assistant Commissioner for Trademarks 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Trademark 
Organization. It does not apply to members of the Trademark 
Trial and Appeal Board or contractors and consultants working 
with, or conducting activities in support of, the Trademark Trial 
and Appeal Board. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-trademark application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 


This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette in February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Correspondence acceptable via the Internet 


Internet e-mail may be used to reply or respond to an exam- 
ining attorney’s Office Action, to reply or respond to a petitions 
attorney’s 30-day letter, to reply or respond to a Post Registra- 
tion Office Action, as well as to conduct informal communica- 
tions regarding a particular application or registration with 
the appropriate Trademark Organization employee. If e-mail 
communication is initiated by the applicant or applicant’s 
attorney, Office Actions, Priority Actions, Examiner’s Amend- 
ments, petitions attorney’s 30-day letters, and Post Registration 
Office Actions may be sent to the applicant via Internet e-mail 
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or by telephone, fax, or other appropriate means. Readable 
attachments to Internet e-mail for such purposes as the submis- 
sion of evidence, specimens, affidavits and declarations will 
be accepted. 


Article 5. Communications not acceptable via the Internet 


Internet e-mail or other Internet communications may NOT 
be used to file Trademark Applications, Amendments to Allege 
Use, Statements of Use, Requests for Extension of Time to File 
a Statement of Use, Section 8 affidavits, Section 9 affidavits, or 
Section 15 affidavits until such time as the PTO publishes 
electronic forms for these filings and they are made available 
on the Internet by the PTO. Internet e-mail may be used to 
submit specimens of use, but the Office will determine accept- 
ability of the specimen(s) and if the specimens are found not 
to meet the standards for specimens of use, additional specimens 
will be required. Certified copies of foreign certificates will 
NOT be accepted via Internet e-mail. Internet e-mail may NOT 
be used for any correspondence with the Trademark Trial and 
Appeal Board. 


Article 6. Initiating Internet Communications 


Internet communications will NOT be initiated by the Trade- 
mark Organization unless it is authorized to do so by the appli- 
cant or by the applicant’s attorney. Authorization for members 
of the Trademark Organization to communicate with applicant 
or applicant’s attorney via Internet e-mail may be given by so 
indicating in the application submitted to the PTO or in any 
official written communication with the Trademark Organiza- 
tion. The authorization must include the Internet e-mail address 
to which all Internet e-mail is to be sent, Internet communica- 
tions may also be initiated and authorized by applicant or 
applicant’s attorney by telephone or by responding to an Office 
Action or other official communication via an Internet e-mail 
address indicated on the official correspondence. 


Article 7. Waivers and Authentication 


Applicants and their attorneys understand that the misrepre- 
sentation of a sender’s identity is a known risk when using 
electronic communications. Therefore, Trademark Organiza- 
tion users have an obligation to be aware of this risk and 
conduct their Internet activities in compliance with established 
procedures. 


Internet e-mail must be initiated and authorized by a prac- 
titioner, or the applicant in a pro se application. Sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 2.17 and 10.14. In trademark cases, 
examples of such information would include signing a paper 
in practice before the PTO in a trademark case, attorney docket 
number, and trademark application serial number or registration 
number. 


The Assistant Commissioner for Trademarks will waive 37 
CFR 10.18 to the extent that it requires an original signature 
personally signed by a trademark practitioner in permanent ink 
on any correspondence filed with the PTO. Receipt of an 
Internet e-mail communication by the Trademark Organization 
from the address of applicant or applicant’s attorney containing 
the /s/ notation in lieu of signature and which references a 
Trademark application serial number will be understood to 
constitute a certificate that: 


1. the correspondence has been read by the applicant or 
practitioner; 

2. the filing of the correspondence is authorized; 

3. to the best of the applicant’s or practitioner's knowledge, 
information, and belief, there is good ground to support the 
correspondence, including any allegations of improper conduct 
contained or alleged therein; and 


4. the correspondence is not interposed for delay. 


Applicants requesting to correspond with the Trademark 
Organization via the Internet should recognize that Internet 
communications might not be secure, and should understand 
that a copy of any and all communications received via the 
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Internet will be placed in the file wrapper and become a perma- 
nent part of the record. 


Article 8. Office Procedures 


When authorized to do so, the Trademark Organization will 
send Office Actions and other official correspondence to the 
Internet e-mail address indicated by the applicant or applicant’s 
attorney. A signed, paper copy of the outgoing correspondence 
will be associated with the trademark application file wrapper. 


When communications are received by an examining 
attorney, or other appropriate Trademark Organization 
employee, the attorney or employee will immediately reply to 
the communication acknowledging receipt of the communica- 
tion. The date the communication was received by the Trade- 
mark Organization that appears in the heading of the 
communication will constitute the receipt date within the PTO 
for purposes of time-sensitive communications unless that date 
is a Saturday, Sunday, or Federal holiday within the District 
of Columbia, in which case the receipt date will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. A paper copy of all 
Internet e-mail communications, including a copy of any and 
all attachments, will be associated with the trademark applica- 
tion file wrapper. A paper copy of any informal communications 
regarding a particular trademark application or registration will 
be associated with the file wrapper and become a part of the 
record. 


Article 9. Remedies 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to and received by the 
Trademark Organization but was not timely associated with 
the application file wrapper; the abandoned application may 
be reinstated by the Trademark Organization. There is no fee 
for a request to reinstate such an application. 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to, but apparently not 
received by the Trademark Organization, applicant or appli- 
cant’s attorney may petition the Commissioner to revive the 
abandoned application pursuant to 37 CFR 2.66 and TMEP 
§§ 1112.05(a), (b). In determining whether or not an Internet 
response was timely filed, the Commissioner may accept a 
copy of a signed certificate of transmission meeting the require- 
ments of 37 CFR 1.8, a copy of the previously transmitted 
correspondence, and a statement attesting to the personal 
knowledge of timely transmission of the response. 37 CFR 
1.8(b)(1), (2), and (3). 


In all situations, the applicant or the applicant’s attorney 
should promptly notify the Office after becoming aware that 
the application was abandoned because a communication was 
not timely associated with the file wrapper or was not received 
by the Office. 


Article 10. Use of Electronic Mail Services 


Once e-mail correspondence has been received from an appli- 
cant, as set forth in Trademark Article 6, such correspondence 
must be responded to appropriately. The Trademark Organiza- 
tion employee may respond to an applicant’s Internet e-mail 
correspondence by telephone, fax, or other appropriate means. 


Article 11. Interviews 


Internet e-mail may be used to conduct an exchange of 
communications similar to those exchanged during telephone 
or personal interviews. In such cases, a paper copy of the 
Internet e-mail contents MUST be made and placed in the 
trademark application file wrapper. 


Article 12. Documenting Search Strategies 


All Trademark Organization users of the Internet for trade- 
mark application research shall document their search strategies 
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in accordance with established practices and procedures as set 
forth in TMEP § 1106.07(a). 


Subparagraph A. 


Any information, which would aid a future searcher in 
locating the document retrieved through Internet research, 
should be included in the citation. Guidelines for citing elec- 
tronic information can be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Trademark Examining Attorney or Trade- 
mark Library staff shall pursue the acquisition of a copy of the 
originally published document or an original of the document 
or Web object in question for all references cited. Note: scanned 
images are considered to be a copy of the original publication. 
Electronic-only documents are original publications. 


Article 13. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments. For example, use of the Internet for 
keeping abreast of conferences, seminars, and for receiving 
mail from appropriate list servers is acceptable. 


Article 14. Policy Guidance and Clarifications 


Within the Trademark Organization, any questions regarding 
the Internet usage policy should be directed to the user’s imme- 
diate supervisor. Non-PTO personnel should direct their ques- 
tions to the Office of the Assistant Commissioner for 
Trademarks. 


Attachment 
Guidelines for Citing Electronic Resources 


The International Organization for Standardization (ISO) has 
created a standardized method for citing electronic resources. 
The formats are set forth in document ISO 690-2, which was 
published on November 15, 1997. The formats in ISO 690-2 
are consistent with those proposed by the PTO in the fall of 
1996. 


ISO 690-2 references several ISO standards relating to docu- 
mentation of publications. These are namely ISO 4:1984 Docu- 
mentation - Rules for the abbreviation of title words and titles 
of publications; ISO 639:1988 Code for the representation of 
names of languages; ISO 690:1987 Documentation - Biblio- 
graphic references - content, form, and structure (the parent 
standard of 690-2); ISO 832:1994 Information and documenta- 
tion - bibliographic description and references - Rules for the 
abbreviation of typical words; {SO 2108:1992 Information and 
documentation - International standard book numbering 
(ISBN); ISO 3297:1986 Documentation - International stan- 
dard serial numbering (ISSN); ISO 5127-1:1983 Documenta- 
tion and information - Vocabulary - Part 1: Basic concepts; 
ISO 8601:1988 Date elements and interchange formats - Infor- 
mation interchange - Representation of dates and times; ISO/ 
TR 9544: 1988 Information processing - computer-assisted pub- 
lishing - Vocabulary; and ISO/IEC DIS 11179-3 Information 
technology - Coordination of data element standardization. 


Elements of a Bibliographic Citation 
The typical elements of a bibliographic citation are: 
a. Author(s) — individual and corporate 
b. Title 
Titles fall into two general categories: 


e Those that denote the source work (monograph, journal, 
conference, anthology/compilation, etc.) 


e Those that describe the paper, chapter, or portion of 
work 


c. Publication Date 
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d. Publisher 

e. Report number/Series Number/Other identifying number 
f. Editor(s) 

g. Page numbers 

h. Volume number 

i. Issue number 

j. Edition 


A single print resource may not have all of the elements 
listed above; however, they will possess those which are appro- 
priate to the work. In the case of monographs the volume and/ 
or issue number may not be essential; as with journals the 
element for edition will be nonexistent. Therefore, it can be 
noted that even in traditional print publications the format of 
citations will vary with the resource being cited. 


The same can be said for the realm of electronic publications. 
Electronic documents with originally published print equiva- 
lents will have most traditional bibliographic elements. Those 
that have no print equivalents will most likely not have tradi- 
tional elements, even though they may look like and seem to 
possess many qualities of print publications. 


Elements of Electronic Resource Citations 


What makes the electronic resource different from the print 
resource? Initially it is safe to state that basic elements of a 
print citation are also applicable to the electronic form. These 
basic elements will include a title (even in the case of electronic 
mail in which the subject line can become the title element), 
originator (author), publisher, and publication date (although 
with electronic publications this element often raises problems 
for those verifying the document). Characteristics which are 
inherent to print publications but may not be to the electronic 
form include volumes, issues, and page numbers. The electronic 
resource will have elements in addition to the print resource. 
These elements include: 


a. Type of Media 


CD-ROM or other optical storage media 
Diskette or other magnetic storage media 
Online, including the Internet 
. Availability 


The information required to retrieve the resource. In the 
case of online Internet resources this would include 
address-type information, along with directories, file 
names, etc. 


>. Date(s) 


¢ Posted/Publication 

The publication date is the date the author/originator 
affixes to the document. If that is not present, the date 
the system administrator or webmaster placed the 
document on the online system can be substituted. 


e Accessed on 

The date the user found and read the document. They may 
also have downloaded the document for personal use. This 
date will provide future readers with documentation as to 
what version/edition the document was on when it was 
accessed. If a document was altered subsequently there 
will not be confusion as to which document the user is 
referring to. 


Proposed Formats 


When an examiner retrieves a document from an electronic 
source, he/she will determine if it is useful and will cite it if 
appropriate. Assuming the examiner has located all pertinent 
bibliographic elements for a citation, the next task will be to 
format the citation. 
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Punctuation is an interesting problem for electronic docu- 
ments. Traditionally, academics and library scientists have used 
punctuation as a means for separating bibliographic elements 
in a citation. In the case of retrieving electronic documents, 
punctuation becomes part of the citation. When expressing 
URLs, directories, filenames, etc., punctuation marks are 
required to create an accurate citation. Therefore, limit the 
amount of punctuation in the citation in order to avoid confu- 
sion. 


Due to the ease and potential frequency of updates of elec- 
tronic documents, ISO 690-2 recommends the use of month, 
date, year, and time of day on all date citations. There is no 
stated preference for dates using standard abbreviated months 
(Jan., Feb., Mar.) or complete numeric transcription (using 
standard format of year-month-date). 


Additionally, standard abbreviations for journal titles, coun- 
tries, provinces, etc. should be applied to electronic citations. 


The following formats are proposals for how an examiner 
might cite an electronic document. However, all possible cita- 
tion iterations are not included; this is a sampling. 


CD-ROM, Diskette, Commercial Database 


Author. (publication date). Title. Source (“source” defined 
as the entire work, i.e. journal title). [Type of Medium], volume 
(issue), paging. Available: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. {CD-ROM}, 17(2), 1-2. Available: UMI. File: General 
Periodicals Index. 


FTP 


Author. (publication date). Title. Source. [Type of Medium}, 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. {Online}, 17(2), 1-2. Available FTP: ftp.database.edu 
Directory: pubs/journals/database.online/voll7 _ File: 
002dbs.txt Accessed on: February 1, 1999. 


E-mail, Listservs, Usenet 


Author. <author e-mail address> (publication/posted date). 
Title. Source (or Subject Line replaces title/source). [Type of 
Medium], volume (issue), paging. Available: (either list the 
listserv address or fill this position with “personal e-mail’) 
Accessed on (or received on): 

sample: 

Smith, Joe. <jsmith @database. org> (January 1999). How to 
do an online search. Database. [Online], 17(2), 1-2. Available: 
personal e-mail. Received on: February 1, 1999. 

OR 

Smith, Joe. <jsmith@database.org> Here’s some search 
advice. [Online] Available: PACS-L@UHUPVM1.uh.edu 
Accessed on: February 1, 1999. 


Gopher 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. [Online] 17(2), 1-2. Available Gopher: meckler.d- 
bs.org/Database/pubs/journals/voll7/Howsearch Accessed 
on: February 1, 1999. 


Web Site 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Last update: Accessed on: 
sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base [Online] 17(2), 1-2. 

Available Web Site: 
www/meckler.database.org/Database/pbs/journals/vol17/ 
002dbs.txt 

Last update: January 1999 Accessed on: February 1, 1999. 
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Examiners are encouraged to speak to a PTO librarian or 
technical information specialist when they find that crucial 
elements to the citation are lacking in their records. The infor- 
mation specialist will work with the examiner to verify dates, 
authors, and other elements as needed. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Oct. 20, 1998 
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(173) Interim Internet Usage Policy 

The Patent and Trademark Office (PTO) is in the process 
of providing Internet access to PTO employees. Effective Jan- 
uary 27, 1997, PTO employees who have electronic mail (e- 
mail) accounts on the PTOnet will have the capability to send 
and receive mail through the Internet. PTO is also deploying 
Netscape browser software to all PTOnet servers. Policies and 
guidelines governing use of the Internet were distributed to all 
PTO employees in July of 1996 in a document titled “Rules 
of the Road.” PTO employees must follow the “Rules of the 
Road” when using the Internet (copy attached). 


In view of the fact that all communications and data trans- 
mitted from or to the applicant by the Internet are neither 
encrypted nor secure, and in order to ensure that usage of the 
Internet by PTO employees will not violate the confidentiality 
requirements of 35 U.S.C. 122, the following interim Internet 
usage policy is being published. The policies and guidelines 
set forth below are interim since the public has not yet had an 
opportunity to comment on them. PTO will publish a Notice in 
the Federal Register and Official Gazette requesting comments 
from the public on the use of the Internet in PTO patent and 
trademark examination. 


(1) PTO employes are NOT permitted to use the Internet e- 
mail to conduct official PTO business where sensitive data will 
be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is an express waiver of 
the confidentiality requirements under 35 U.S.C. 122 by the 
applicant. Sensitive data includes confidential information 
related to patent applications (see Rules 4 and 5 of the “Rules 
of the Road”). The following is a sample form which may be 
used by applicant for waiver of the confidentiality requirements 
of 35 U.S.C. 122: 


“Recognizing that Internet communications are not secured, 
I hereby authorize the PTO to communicate with me concerning 
any subject matter of this application by electronic mail. I 
understand that a copy of these communications will be made 
of record in the application file.” 


Where an express waiver of 35 U.S.C. 122 is given by the 
applicant and upon mutual agreement between applicant and 
the PTO employee, communications via Internet e-mail, other 
than those under 35 U.S.C. 132 or which otherwise require a 
signature, may be used. In such cases, a printed copy of the 
Internet e-mail communications must be given a paper number, 
entered into the Patent Application Locating and Monitoring 
System (PALM) and entered in the application file. At the 
present time, a response to an Office action may NOT be 
communicated by applicant to the PTO via Internet e-mail. 
Where communication via Internet e-mail is initiated by a 
registered practitioner, or an applicant in a pro se case, sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 1.34. Examples of such information 
are the attorney docket number and registration number. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail except where an express 
waiver of 35 U.S.C 122 is of record in the application. 


(2) Where the Internet is used to search and retrieve prior 
art information, PTO employees must restrict their search oper- 
ations to determining the general state of the art. Internet prior 
art search strategies that could disclose sensitive information 
such as the elements of an invention are NOT permitted. 
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The policies and guidelines set forth in this Interim Internet 
Usage Policy document are intended to be an extension of the 
policies and guidelines set forth in the “Rules of the Road” 
and they are not intended to be a replacement of the policies 
and guidelines in the “Rules of the Road.” Final policies and 
guidelines will be published at a later date. 


Questions concerning these policies and guidelines regarding 
Internet usage and suggestions as to how Internet usage capa- 
bility may be expanded without violating the confidentiality 
requirements of 35 U.S.C. 122 may be addressed to the Office 
of the Deputy Assistant Commissioner for Patent Policy and 
Projects, Assistant Commissioner for Patents, Washington, 
D.C. 20231. 


Feb. 10, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


PTOnet AND PTO SYSTEMS 
“RULES OF THE ROAD” 


PTOnet, PTO Systems and other computing resources are 
shared among PTO employees. PTOnet provides access to PTO 
business systems that operate on the PTO information tech- 
nology infrastructure. and provides access to remote locations 
through secure gateways. In the near future, PTOnet will pro- 
vide access to the Internet. The PTOnet and PTO Systems 
“Rules of the Road” are intended to help PTO employees use 
the PTO’s computing and network facilities responsibly, safely, 
and efficiently, thereby maximizing the availability of these 
facilities to all employees. Complying with these rules will 
help maximize access to these facilities, and help assure that 
your use of them is responsible, legal, and respectful of privacy. 
While use of PTO automation resources is voluntary, PTO 
employees must follow the “Rules of the Road” when using 
these resources. 


The “Rules of the Road” amplify and clarify previous PTO 
policy on PTOnet and PTO System use, including Internet 
access via Pioneer. The rules are grouped into the following 
three categories: 


e Complying with the intended use of PTOnet and PTO 
Systems 

e Assuring ethical use of PTOnet and PTO Systems 

e Assuring proper use of PTOnet and PTO Systems 


The following is a more detailed discussion of the individual 
tules associated with each category. The “Rules of the Road” 
are also discussed in appropriate sections of the PTO’s Office 
Automation Services Guide. Each PTO Cost Center may sup- 
plement the “Rules of the Road” for better administration of 
information within its own domain. 


I. Complying with the Intended Use of PTOnet and PTO 
Systems 


It is important that each employee understand the purpose 
of PTOnet and PTO systems so that their use is in compliance 
with that purpose. 


II. Assuring Ethical Use of PTOnet and PTO Systems 


Along with the many opportunities that PTOnet and PTO 
Systems provide for PTO employees to share information, 
comes the responsibility to use the system in accordance with 
PTO standards of conduct. These standards are outlined in the 
PTO Employee Handbook. Appropriate use of PTOnet and 
PTO systems includes maintaining the security of the system, 
protecting privacy, and conforming to applicable laws, particu- 
larly copyright and harassment laws. 


RULE 3: Don’t Let Anyone Know Your Password(s) 


While you should feel free to let others know your username 
(this is the name by which you are known to the whole PTOnet. 
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PTO Systems and Internet community), you should never let 
anyone know your account passwords. This includes even 
trusted friends, and computer system administrators (e.g. Infor- 
mation System staff). 


Giving someone else your password is like giving them a 
signed blank check, or your charge card. You should never do 
this, even to “lend” your account to them temporarily. Anyone 
who has your password can use your account, and whatever 
they do that affects the system will be traced back to your 
username — if your username or account is used in an abusive 
or otherwise inappropriate manner, the PTO will hold you 
responsible. 


When creating or changing your password, always use a 
password that you can easily remember but is unique enough 
that it cannot be easily guessed by your co-workers. Never use 
the names of spouses, children, pets or birthdates, as these can 
easily be compromised. 


RULE 4: Don’t Violate the Privacy of Other Users 





The Electronic Communications Privacy Act (18 USC 2510 et 
seq., as amended) and other Federal laws protect the privacy 
of users of wire and electronic communications. The facilities 
of the PTOnet and PTO System are in place to facilitate the 
sharing of information among PTO employees, our interna- 
tional partners, and our customers. All users of PTOnet and 
PTO Systems should make sure that their actions don’t violate 
the privacy of other users, even if unintentionally. 


Some specific areas to watch for include the following: 


e Don’t try to access the files of directories of another user 
without clear authorization from that user. 

e Don’t try to intercept or otherwise monitor any network 
communications not explicitly intended for you. 

e Don’t use names or other personal identifiers in communi- 
cations that might be of a sensitive or confidential nature. 

e Don’t intentionally seek information about, browse, obtain 
copies of, or modify files, mail, or passwords belonging to 
others, whether they are at the PTO or elsewhere, unless specifi- 
cally authorized to do so by those individuals. Don’t attempt 
to decrypt or translate encrypted material belonging to another 
person or organization. 

e Don’t attempt to alter the “From” line of your Interact 
user-ID or other attributes of origin in electronic mail, messages, 
or postings. 

e Don’t edit or change the content of an e-mail message 
when sending a reply to the message’s originator or forwarding 
the message to another person without indicating where and 
how the message was edited. 

e Don’t create any shared programs that secretly collect 
information about PTO users. 


RULE 5: Don’t Transmit Classified or Sensitive Data. 


Every attempt has been made to ensure that appropriate 
security mechanisms are in place for protecting information 
from unintended access, from within the system or from the 
outside. However, these mechanisms, by themselves, are not 
sufficient. PTOnet and PTO System users should ensure that 
they take appropriate action to safeguard classified or sensitive 
data. Users are instructed to implement the following require- 
ments: 


e Don’t transmit classified data, data subject to a secrecy 
order, and data under seal through Internet or e-mail, or post 
such data on bulletin boards. 

e Don’t store or transmit sensitive data without proper protec- 
tion as defined in applicable Federal laws and regulations. 
Sensitive data should not be posted on bulletin boards. Data 
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should be considered sensitive if they might be exempt from 
Freedom of Information Act (FOIA) disclosure or protected 
under the Privacy Act. Sensitive data include records about 
individuals in which there is a reasonable expectation of pri- 
vacy, trade secrets or confidential business information, and 
confidential information related to Patent and Trademark appli- 
cations. 

e Don’t transmit data that are part of PTO’s decision making 
process over the Internet. 


The following are examples of sensitive data that should not 
be discussed or transmitted on PTOnet or related computing 
services: 


e Anything with sensitive personnel data such as names with 
SSN, leave balances, salaries. benefits for which an employee 
is signed up, etc. 

e Anything dealing with the details surrounding an Employee 
Relations or Union issue. 

¢ Sensitive procurement information (this is in the $1 million 
or over category, not purchase orders). 

e Anything dealing with the details surrounding contract 
award prior to award. 

e All information categorized as Source Selection Informa- 
tion by Section 27 of the Office of Federal Procurement Policy 
Act (41 U.S.C. 423) that concerns the number, identity, ranking, 
or evaluation of offerors in response to an ongoing procurement 
action. 

e Information marked by an offeror as proprietary. 

e Source selection information, including bid prices prior to 
bid opening, proposed costs/prices in response to a solicitation. 
source selection plans, technical evaluation of proposals, cost 
or price evaluations, competitive range determinations, ranking 
of offers, and reports or evaluations of source selection panels. 

e Anything dealing with budget policy prior to the budget 
submission, particularly as it may deal with PTO employees. 

e Passwords or other computer security related items. 
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(174) Treatment of Non-Conforming Requests 


to Revoke or Invalidate U.S. Patents 


The Patent and Trademark Office (PTO) has received an 
extremely large number of contemporaneously filed form letters 
requesting that certain U.S. patents be revoked or invalidated. 
These form letters, while identifying U.S. patents which are 
believed to be invalid, do not include any prior art patents and/ 
or printed publications to support such belief. 


The bases for challenging patentability within the PTO are: 


(1) Submission of a protest under 37 CFR 1.291; 

(2) Submission of prior art under 35 U.S.C. 301; and 

(3) Submission of a third party reexamination request under 
35 U.S.C. 302. 


These form letters do not comport with any one of the bases 
for challenging patentability within the PTO. To respond indi- 
vidually to these form letters (by pointing out deficiencies and 
forwarding them to the patentee) would be unduly burdensome 
to the PTO. Therefore, these form letters will not be responded 
to individually and will not be placed in the patent files. 


STEPHEN G. KUNIN 
Deputy Assistant Commissioner 
For Patent Policy and Projects 


August 17, 1998 
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(175) Fees for Patent and Trademark Copies 

The U.S. Patent and Trademark Office (PTO) is clarifying 
the fee structure for patent and trademark copies. The term 
“regular service” is clarified in view of the availability of 
automated image stores for patent copies and new automated 
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system capabilities to deliver patent copies electronically. Full- 
page images of trademark registrations are not yet available 
for similar delivery of trademark copies. 


The $3.00 fee for “regular service” applies to each copy of 
a black and white patent without color: (1) prepared by the 
PTO within 2-3 business days of receipt and returned to the 
customer by first class United States Postal Service delivery; 
(2) prepared by the PTO within | business day of receipt and 
returned to the customer by fax or other electronic means; and 
(3) prepared by the PTO within 2-3 business days of receipt 
and returned to the customer by PTO Box delivery to the Public 
Service Facility (PSF) or the Trademark Service Window 
(TMSW). 


“Regular service” does not apply to delivery of patent copies 
to PTO Public Service Facility Boxes within 1 business day 
of receipt. The fee for this service remains unchanged at $6.00. 


Fees for next business day delivery of patent copies via 
commercial delivery service are also clarified. For U.S./ 
Canada//Mexico addresses, the fee will be $19.00 for delivery 
and $6.00 for each patent copy ordered. For international 
addresses, the fee will be $25.00 for delivery and $6.00 for 
each patent copy ordered. 


The $3.00 fee for “regular service” applies to each trademark 
copy prepared by the PTO within 2-3 business days of receipt 
and returned to the customer: (1) by first class United States 
Postal Service delivery; (2) by fax delivery; and (3) by PTO 
Box delivery to PSF or TMSW. 


“Regular service” does not apply to trademark copies pro- 
cessed and delivered within 1 business day of receipt: (1) by 
fax; or (2) by PTO Box delivery. The fee for these services 
remains unchanged at $6.00. 


Fees for next business day delivery of trademark copies via 
commercial delivery service are also clarified. For U.S./Canada/ 
Mexico addresses, the fee will be $19.00 for delivery and $6.00 
for each trademark copy. For international addresses, the fee 
will be $25.00 for delivery and $6.00 for each trademark copy. 


Since one day delivery of patent copies by fax is now encom- 
passed in “regular service,” overnight fax delivery service for 
patent copies, Fee Code 563, “Printed copy of patent w/o color, 
ordered via expedited mail or fax, exp. service,” will no longer 
be offered. Due to the limited demand and lack of image stores, 
3-hour fax delivery service for trademark registrations also will 
no longer be offered. 


PATENT COPIES 
(without Color) 


1“ Class USPS Delivery 

All Customer Locations 

Patent copies processed within 2- 
3 business days of receipt 


Fax or Internet Delivery 

All Customer Locations 

Patent copies processed and deliv- 
ered within 1 business day of 
receipt 


PTO Box Delivery 
PSF/TMSW Customers Only 


Patent copies processed and deliv- 
ered within 2-3 business days of 
receipt 
Patent copies processed and deliv- 
ered within 1 business day of 
receipt 





U.S./Canada/Mexico Customers 
Patent copies processed within | 
business day of receipt and 
returned next business day via 
commercial delivery service 

Fee for commercial delivery ser- 
vice per order 
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Fee for each patent copy within $6.00 562 


an order 


International Customers 

Patent copies processed within | 
business day of receipt and 
returned next business day via 
commercial delivery service 

Fee for commercial delivery ser- 
vice per order 

Fee for each patent copy within 
an order 


$25.00 


$6.00 


PATENT COPIES (with Color) 


Ist Class USPS Delivery 

All Customer Locations 

Plant Patent copies, in color, pro- 
cessed within 2-3 business days 
of receipt 

Utility Patent or SIR copies, with 
color drawings, processed within 
2-4 business days of receipt 





TRADEMARK COPIES 
Ist Class USPS Delivery 


All Customer Locations 
Trademark copies processed 
within 2-3 business days of receipt 


Fax Delivery 
U.S/Canada/Mexico Customers 


Trademark copies processed and 
delivered within 2-3 business days 
of receipt 

Trademark copies processed and 
delivered within | business day of 
receipt 


International Customers 
Trademark copies processed and 
delivered within | business day of 
receipt 


x Delive 
PSF/TMSW Customers Only 
Trademark copies processed and 
delivered within 2-3 business days 
of receipt 
Trademark copies processed and 
delivered within 1 business day of 
receipt 





Overnight Delivery Service 
U.S./Canada/Mexico Customers 
Trademark copies processed 
within | business day of receipt 
and returned next business day via 
commercial delivery service 

Fee for commercial delivery ser- 
vice per order 

Fee for each trademark copy 
within an order 


International Customers 
Trademark copies processed 
within | business day of receipt 
and returned next business day via 
commercial delivery service 

Fee for commercial delivery ser- 
vice per order 

Fee for each trademark copy 
within an order 


$25.00 
$6.00 


October 18, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 
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TRADEMARK APPLICATION 
EXAMINATION AND CONTENT 


(176) Fastener Insignia Register 


To Be Posted On PTO Web Cite 


The Patent and Trademark Office is now posting a copy of 
the Fastener Insignia Register on its Web cite (http://www.usp- 
to.gov). The register is available for viewing and downloading, 
free of charge. 


The Fastener Quality Act (15 U.S.C. §§5401, et seq.) requires 
that certain fasteners bear an identifying insignia for traceability 
purposes, and requires the Secretary of Commerce to provide 
for the recordation of these insignia. The implementing regula- 
tions (15 C.F.R. §§280.700, et seq.) direct the Commissioner 
of Patents and Trademarks to maintain a Fastener Insignia 
Register. The deadline for compliance with the Act has been 
extended to October 25, 1998. 


Parties wishing to obtain paper copies of the Register should 
continue to send the written request and $20.00 fee to: 


Assistant Commissioner for Trademarks 
Box: Fastener 

2900 Crystal Drive 

Arlington, Virginia 

22202-3513 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


July 24, 1998 
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(177) Fastener Insignia Register 

The Patent and Trademark Office (PTO) will make available 
to the public a preliminary copy of the fastener insignia register 
which has been prepared pursuant to the Fastener Quality Act 
(Act), 15 U.S.C. § 5401 et seq. The PTO is the agency within 
the Department of Commerce which has responsibility for 
recording the fastener insignia of manufacturers and private 
label distributors as required by section 8 of the Act. Although 
full implementation of the Act has been postponed until May 
26, 1998, members of the public have expressed interest in 
obtaining information concerning the applications for recordal 
of fastener insignia which the PTO has received to date. Accord- 
ingly, a preliminary copy of the register will be made available 
for inspection and copying in the Trademark Search Library 
in room 2B30, South Tower, 2900 Crystal Drive, Arlington, 
Virginia. In addition, copies of the register will be available 
for purchase. For more information, contact Lizbeth Kulick by 
telephone at (703) 308-8900, or by fax at (703) 308-7220, or 
by mail marked to her attention and addressed to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
Virginia, 22202-3513. 


ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


May 15, 1997 
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(178) Responsibilities of Practitioners Representing 
Clients in Proceedings Before 
The Patent and Trademark Office 


This notice is intended to remind practitioners of certain 
aspects of their responsibilities in representing clients in pro- 
ceedings before the Office. The Notice is also intended to 
supplement the discussion set forth in the Official Gazette 
Notice published at 1086 Official Gazette 457 (Jan. 12, 1988) 
entitled “Practitioner's Responsibility to Avoid Prejudice to 


the Rights of a Client/Patent Applicant” and to amplify and 
supersede the Helpful Hint published at 1084 Official Gazette 
34 (Nov. 24, 1987) titled “Correspondence Address and/or Fee 
Address of Maintenance Fees.” 

Part 10 of title 37, Code of Federal Regulations, sets forth 
the Patent and Trademark Office (PTO) Code of Professional 
Responsibility. Each attorney or agent who practices before 
the PTO is subject to the rules set forth in Part 10 and should 
carefully study the rules promulgation originally published at 
50 Federal Register 5158 (Feb. 6, 1985) and at 1052 Official 
Gazette 4 (Mar. 5, 1985) and reproduced as item number 172 
in the Consolidated Listing of Official Gazette Notices, pub- 
lished at 1086 Trademark Official Gazette 3 (Jan. 5, 1988). 


Practitioner's Client 


During the promulgation of Part 10, 37 CFR, several individ- 
uals suggested that “it may be difficult to determine the identity 
of the ‘client’. . ., particularly in corporate patent departments.” 
The response to that suggestion was that “[t]he PTO will presume 
that practitioners know the identities of their clients . . ..” 50 
Federal Register 5163 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 356 (Jan. 5, 1988). For example, in a patent application, 
practitioner’s client is ordinarily the inventor who gives prac- 
titioner a power of attorney to prosecute the application (37 CFR 
1.31). A practitioner may represent only the assignee of the entire 
interest in a patent application if the assignee has filed a power 
of attorney and the assignee is conducting the prosecution of the 
application to the exclusion of the inventor. (37 CFR 1.32). 

In the promulgation of Part 10, 37 CFR, a commenter raised 
a question of who is the client when an application is filed 
on behalf of an individual, but the individual’s assignee pays 
practitioner’s bill. The question was answered in the following 
manner: 


“Practitioners are expected to know the identities of their 
clients. If a practitioner is hired by a corporation and wishes 
to make that fact plain on the record of a patent application, 
the practitioner may file an assignment and a power of 
attorney signed by the assignee. If a dispute should then 
occur between the individual and the assignee, the record 
would be clear that the assignee is the client.” 50 Federal 
Register 5164 (Feb. 6, 1985); 1086 Trademark Official 
Gazette 357 (Jan. 5, 1988). 


In some instances, practitioners deal with a corporate liaison 
or foreign agent. Such arrangements do not automatically 
change the person whom practitioner represents, e.g., the 
inventor or trademark owner. The fact that a U.S. practitioner 
receives instructions from the inventor or trademark owner 
through a foreign attorney or agent does not change the fact 
that the client is still the inventor or trademark owner rather 
than the foreign attorney or agent. See Strojirenstvi v. Toyoda, 
2 USPQ 2nd 1222 (Comm’r Pat. 1986), which at 1223 cited 
Yetter Manufacturing Co. v. Hiniker Co., 213 USPQ 119, 120 
(D. Minn. 1981) for the principle that “when attorney served 
as local counsel for a law firm representing Hiniker Co., the 
attorney represented Hiniker and not the law firm” and also 
cited Toulmin v. Becker, 10S USPQ 511 (Ohio Ct. App. 1954) 
for the principle that “foreign patent agents or attorneys were 
not clients of U.S. patent attorney.” The PTO expects prac- 
titioners to know the identities of their clients and to take 
reasonable steps to avoid foreseeable prejudice to the rights of 
their clients. 


Obtaining Instructions Through Persons Other Than The Client 


In practice, it is common for instructions relating to the 
application of an inventor or trademark owner, who is the client 
of the U.S. practitioner, to be passed to the U.S. practitioner 
through intermediaries, such as corporate liaisons or foreign 
agents. Clearly, a client may choose to use a corporate liaison 
or a foreign agent to convey instructions, etc., to a practitioner. 
In such an arrangement, the practitioner may rely upon instruc- 
tions of, and accept compensation from, the corporate liaison 
or the foreign agent as to the action to be taken in a proceeding 
before the Office so long as the practitioner is aware that the 
client has consented to have instructions conveyed through the 
liaison or agent. See 37 CFR 10.68(a) and (b). An agreement 


1232 OG 507 





1232 OG 508 
(179) 


between the client and the liaison or agent establishes an agency 
relationship between the liaison or agent and the client such 
that the U.S. practitioner can rely upon the liaison or agent as 
the representative of the client for the purpose of communi- 
cating the client’s instructions about the proceeding to the 
U.S. practitioner. The PTO will assume that the client has an 
agreement with the liaison or agent to be represented by the 
liaison or agent. It is the responsibility of the client to notify 
the practi tioner that the agency relationship between the client 
and the liaison or agent has ceased to exist and that instructions 
from the liaison or agent should no longer be accepted. 

A practitioner could secure evidence that such an agreement 
exists by having a patent or trademark applicant sign a statement 
to that effect at the same time that the power of attorney is 
executed. For example, the following language could be 
inserted in an oath, declaration, or power of attorney form: 


“The undersigned hereby authorizes the U.S. attorney or 
agent named herein to accept and follow instructions from 
as to any action to be taken in the Patent and Trademark 
Office regarding this application without direct communica- 
tion between the U.S. attorney or agent and the undersigned. 
In the event of a change in the persons from whom instruc- 
tions may be taken, the U.S. attorney or agent named herein 
will be so notified by the undersigned.” 


Without an agency relationship between the liaison or agent 
and the client, a practitioner would be bound by 37 CFR 
10.68(b) to “not permit a person who recommends, employs, 
or pays the practitioner to render legal services for another, to 
direct or regulate the practitioner’s professional judgment in 
rendering such legal services.” 


Practitioner’s Responsibility to a Client After the Client's 
Patent Issues or Trademark is Registered 


The Office has received inquiries from practitioners as to 
their responsibilites to a client (patent or trademark applicant) 
after the client’s patent was issued or trademark has been regis- 
tered. In response thereto, it is pointed out that a power of 
attorney given during prosecution of a patent or trademark 
application is considered to be viable after the patent is issued 
or the trademark is registered. See 50 Federal Register 5164 
(Feb. 6, 1985); 1086 Trademark Official Gazette 357 (Jan. 5, 
1988). While the Office considers such a power of attorney to 
be viable for purposes of the practitioner taking actions in 
proceedings before the Office if practitioner and the client so 
desire, the existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark does not establish whether prac- 
titioner has a responsibility, and a dutaffirmatively in a pro- 
ceeding before the Office on behalf of the client after the patent 
issues or the trademark is registered. 

Practitioner’s responsibility to take affirmative action in a 
proceeding before the Office after the patent issues or the 
trademark is registered depends upon whether practitioner still 
has a practitioner-client relationship with the client which has 
continued after the patent issued or trademark is registered. 
The mere existence of the power of attorney to file and/or 
prosecute the application through issuance of the patent or 
registration of the trademark would not establish such a prac- 
titioner client relationship in the absence of other facts estab- 
lishing such a relationship since the purpose for which the 
power of attorney was originally given has been accomplished. 


Practitioner's Responsibility to a Former Client 


While practitioner may no longer have a practitioner-client 
relationship with a client and therefore has no duty to represent 
the client in a proceeding before the Office, a practitioner 
nevertheless has certain obligations to a former client. These 
obligations are placed upon practitioner by the Office rules and 
are necessary for the proper conduct of proceedings before the 
Office. Under 37 CFR 10.23(c)(8), practitioners have a duty 
to inform a client or former client or timely notify the Office 
of an inability to notify a client or former client of certain 
correspondence received from the Office and also from the 
client’s or former client’s opponent in an inter partes pro- 
ceeding before the Office. Practitioners have an obligation 
whether the client is a present client or a former client. Included 
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among the items of correspondence of which practitioners have 
the obligation to inform clients or former clients are notices 
regarding maintenance fees, reexamination proceedings, and 
institution of inter partes patent and trademark proceedings. 


Address to Which Correspondence is Sent Regarding Patent 
Maintenance Fees and Reexamination Proceedings 


Under 37 CFR 1.33(d), a “correspondence address” or a 
change thereto may be filed with the Office during the enforce- 
able life of a patent. This “correspondence address” will be 
used in any correspondence relating to maintenance fees unless 
a separate “fee address” has been specified solely for mainte- 
nance fee purposes as provided by 37 CFR 1.363. Practitioners 
who do not wish to receive correspondence relating to mainte- 
nance fees must change the correspondence address in the 
patented file or provide the PTO with a fee address to which 
the correspondence should be sent. It is not required that a 
practitioner file a request for permission to withdraw pursuant 
to 37 CFR 1.36 solely for the purpose of changing the corre- 
spondence address in a patent even though a withdrawal of a 
practitioner would change the correspondence address. 


Since 37 CFR 1.33(c) specifies that all notices, official letters 
and other communications for the patent owner or owners in 
a reexamination proceeding will be directed to the attorney or 
agent of record in the patent file, a request for permission to 
withdraw pursuant to 37 CFR 1.36 must be filed in the patent 
if the attorney or agent of record does not desire to receive 
correspondence relating to reexamination. For information on 
requests to withdraw, see the discussion in the Jan. 12, 1988 
Official Gazette Notice cited above. 


Contact Points For Information 


If a practitioner has questions about the conduct of, or 
requirements relating to a particular proceeding before the 
Office, those questions should be directed to the particular area 
of the Office responsible for the proceeding. If practitioners 
have questions about their responsibilities to their clients, those 
questions should be directed to the Office of Enrollment and 
Discipline. The telephone number of that Office is (703) 557- 
2012. 

May 25, 1988 DONALD J. QUIGG 
Assistant Secretary and Commissioner 
of Patents and Trademarks 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960828232-6232-01] 
RIN 0651-AA90 


Recordal Fees Associated with the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce. 

Action: Notice of Proposed Rulemaking. 

Summary: The Patent and Trademark Office (PTO) is proposing 
to establish fees associated with recordation of insignias of 
manufacturers and private label distributors to ensure the trace- 
ability of a fastener to its manufacturer or private label distrib- 
utor. This proposal is in accordance with provisions of the 
Fastener Quality Act (Public Law 101-592, as amended by 
Public Law 104-113). 

Dates: Written comments must be submitted on or before 
October 17, 1996. No meeting will be held. 

Addresses: Address written comments to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231, Attention: 
Lizbeth Kulick, Office of the Assistant Commissioner for 
Trademarks, 2900 Crystal Drive, Arlington, Va. 22202-3513 
or by fax to (703) 308-7220. 

For Further Information Contact: Lizbeth Kulick by telephone 
at (703) 308-8900, or by fax at (703) 308-7220, or by mail 
marked to her attention and addressed to the Assistant Commis- 
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sioner for Trademarks, 2900 Crystal Drive, Arlington, Va. 
22202-3513. 


Supplementary Information 


The Department of Commerce issued a notice of proposed 
rulemaking to implement the Fastener Quality Act. 57 FR 
37032, Aug. 17, 1992. Under that notice, the task of recording 
fastener insignia was assigned to the PTO. 57 FR 37033-35, 
Aug. 17, 1992. That notice provided for recovery of insignia 
costs through user fees. 57 FR 37035-36, Aug. 17, 1992. The 
PTO proposes three twenty-dollar fees to recover its costs 
associated with the insignia recordation program. 


Cost Calculations 


The cost of processing an application for recordal of an 
insignia is as follows: 
1,000 


4,500 
5,500 


Compensation and Benefits 
Hardware and Software Costs 
Subtotal 

General and Administrative Overhead @ 17% 950 
Total Costs 6,450 
Estimated Workload 300 
Fee Amount 21.50 
Rounded Fee $20 


Two rules, 37 CFR §§ 2.53 and 2.189, are being removed 
because they are not necessary. Section 2.53 specifies the 
manner in which drawings must be transmitted. Section 2.189 
simply states the Office’s policy on publishing amendments to 
the rules. The policy is not changing, but does not have to be 
stated as a rule. 


Other Considerations 


It has determined that this rule is not significant for the 
purposes of Executive Order 12866. The information collec- 
tions required by this proposed rule are pending approval before 
the Office of Management and Budget (OMB number 0651- 
0028). The affected public would be manufacturers and private 
label distributors of certain types of industrial fasteners. The 
estimated average number of responses is six hundred. The 
estimated time per response is ten minutes, so the estimated 
total annual burden is one hundred hours. The collected infor- 
mation is needed to ensure that a fastener can be traced to its 
manufacturer or private label distributor. 

This proposed fee does not require notice and comment under 
5 U.S.C. 553 or any other statute, so no analysis or certification 
is required under 5 U.S.C. 603(a). 


Lists of Subjects 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


For the reasons set forth in the preamble, the PTO proposes 
to amend 37 CFR part 2 as set forth below. 


Part 2 - Rules Applicable to Trademark Cases 


1. The authority citation for Part 2 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Part 2 is amended by adding Section 2.7 to read as follows: 


§ 2.7 Fastener Recordal Fees 


$20.00 
$20.00 
$20.00 


(a) Application fee for recordal of insignia. 

(b) Renewal of insignia recordal 

(c) Surcharge for late renewal of insignia recordal 
3. Section 2.53 is removed. 


4. Section 2.189 is removed. 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


September 10, 1996 
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(180) Request for Information to Aid in the 
Implementation of the Recordation Requirements 
of Section 8 of the Fastener Quality Act 


Agency: Patent and Trademark Office, Commerce 

Action: Notice; Request for Information 

Summary: The Patent and Trademark Office(PTO) is seeking 
information concerning alphanumeric designations currently in 
use by manufacturers or distributors of industrial fasteners. 
These alphanumeric designations may be used to signify the 
physical characteristics, strength, chemical content, size or 
other information about the fastener upon which they appear 
or they may be used as common law trademarks to identify 
and distinguish the manufacturer or distributor of such fas- 
teners. The PTO needs information concerning these alphanu- 
meric designations in order to administer the proposed fastener 
recordal system published on Aug. 17, 1992, at 57 F.R. 37060, 
37061 to implement the requirements of Section 8 of the Fas- 
tener Quality Act, Public Law 101-592. Therefore, the PTO is 
requesting from fastener industry associations, standards 
bodies, or individual manufacturers or distributors, any general 
or specific information available concerning alphanumeric des- 
ignations currently in use within the industry, whether as unreg- 
istered trademarks, as marks required by a standard, or for any 
other purpose. 


Date: Comments should be submitted on or before Sept. 
27,1993. Comments received after this date will be considered 
if possible. 


Addresses: All comments concerning alphanumeric designa- 
tions should be addressed to Lynne G. Beresford, Trademark 
Legal Administrator, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231, telephone number (703) 305- 
9464. 


For Further Information Contact: Lynne G. Beresford, Trade- 
mark Legal Administrator, (703) 305-9464. 


Supplementary Information: In 1990, Congress enacted the 
Fastener Quality Act, Public Law 101-592 (the Act) to protect 
public safety, deter introduction of non-conforming fasteners 
into commerce, improve the tracing of fasteners used in critical 
applications, and provide customers with greater assurance that 
fasteners meet stated specifications. The Act requires that cer- 
tain fasteners sold in commerce conform to the specifications 
to which they are represented to be manufactured; provides for 
accreditation of laboratories engaged in fastener testing; and 
requires the inspection, testing and certification (in accordance 
with standardized methods) of fasteners covered by the Act. 

Section 8 of the Act prohibits offering fasteners for sale that 
are required by an applicable standard or specification to bear 
a raised or depressed insignia identifying the manufacturer or 
private label distributor unless such manufacturer or distributor 
has complied with the requirements of a program of the Secre- 
tary of Commerce for the recordation of such insignia in order 
to ensure that the fasteners can be traced to the manufacturer 
or distributor. 

The program for recordation of fastener insignias, established 
by the Secretary of Commerce and administered by the Patent 
and Trademark Office, will allow the owner of a mark, which 
is the subject of a duly filed trademark application or registra- 
tion, to apply for recordal of that mark as its fastener insignia. 
However, if the manufacturer or private label distributor does 
not wish to use a trademark as its fastener insignia, it will be 
permitted to apply for a unique alphanumeric designation for 
that purpose. 

The PTO wants to ensure that it does not inadvertently issue 
an alphanumeric designation that is either already in use by a 
manufacturer or distributor as its identifying insignia, or a 
designation already in use by the industry to signify the physical 
characteristics, strength, chemical content, size or other infor- 
mation about the fastener. For that reason, the PTO is requesting 
from fastener industry associations, standards bodies, or indi- 
vidual manufacturers or distributors, any general or specific 
information available concerning alphanumeric designations 
currently in use within the industry, whether as unregistered 
trademarks, as marks required by a standard, or for any other 
purpose. The PTO does not need information concerning spe- 
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is readily available from the PTO’s database. 

(Authority: 15 USC 5407) 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner 

of Patents and Trademarks 


[1154 TMOG 9] 


July 15, 1993 


Use of International Classification in the 


(181) 
Trademark Search Library 


The Patent and Trademark Office is proposing to convert the 
Trademark Search Library (TMSL) system of classification 
from the United States classification system to the International 
classification system in 1998. Use of the International classifi- 
cation system would provide the following: 


e Consistency with the Trademark application pipeline which 
has not used the U.S. classification system for many years. 


e Reduced paper storage requirements, thus allowing more 
documents to remain in the fixed amount of space available 
for the TMSL. 


e Improved operating efficiency. 


e Improved paper search files as a result of the decrease in 
superfluous copies. 


Comments on the proposal to convert from the U.S. classifica- 
tion system to the International classification system may be 
submitted to Janye Myers, Acting Director, Center for Patent 
and Trademark Information, PK3-441, U.S. Patent and Trade- 
mark Office, Washington, D.C., 20231 for 30 days from the 
date of this notice. 
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(182) Major Changes in 


Trademark Classification Policy 


On January 1, 1997, the seventh edition of the Nice Agree- 
ment (Agreement) went into effect. As a result of the changes 
in the Agreement and policy decisions made within the PTO, 
the following class changes have been made in U.S. trademark 
classification policy. There are additional changes and additions 
to the U.S. Acceptable Identification of Goods and Services 
Manual (U.S. Manual), however, those listed below are the 
most significant and frequently encountered. The revised U.S. 
Manual is available at the PTO web site (http://www.uspto.- 
gov/) in the area entitled “Information by Topic." The updated 
U.S. Manual will also be included on all future trademark CD- 
ROM products that are produced by the PTO. Also, the U.S. 
Manual will be available in paper form through the Government 
Printing Office in the near future. GPO is currently accepting 
orders for the U.S. Manual at (202) 512-1800. 


- Retail store services (and other retail/distributorship, etc. 
services) transferred from Class 42 to Class 35. 

- Computer game programs transferred from Class 28 to 
Class 9. 

. Cleaning machines, such as vacuum cleaners and floor 
polishing machines, transferred from Class 9 to Class 7 with 
other cleaning machines. 

. Gas-powered welding apparatus transferred from Class 8 
to Class 7. 

. Lottery services transferred from Class 36 to Class 41. 

. Videotape editing and other film editing services transferred 
from Class 40 to Class 41. 

- Destruction and incineration of waste and trash transferred 
from Class 42 to Class 40. 
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. Computer programs downloadable from a global com- 
puter network transferred from Class 42 to Class 9. 


PHILIP G. HAMPTON, II 


February 3, 1997 
Assistant Commissioner for Trademarks 
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Title 37-Patents, Trademarks, 
and Copyrights 


(183) 


Chapter I-Patent Office, Department of Commerce 


Parts 2 and 6-Rules of Practice in Trademark Cases 
International Trademark Classification 


A proposal was published at 37 F.R. 6404 to revise § 6.1 
of the Rules of Practice in Trademark Cases. The Patent Office 
proposed to establish the “International Classification of Goods 
and Services to Which Trademarks Are Applied” (the subject 
of the “Nice Agreement Concerning the International Classifi- 
cation of Goods and Services for the Purposes of the Registra- 
tion of Marks” of 1957, as revised at Stockholm on July 14, 
1967) as the primary classification of goods and services for 
registration of trademarks and service marks. Pursuant to the 
Notice, written comments have been received, and a public 
hearing was held on June 14, 1972. Full consideration has been 
given to all matter presented, and changes in the text of the 
original proposal have been made in view thereof. It has been 
determined that adoption of the international classification 
system is desirable. 


The Patent Office has studied the international classification 
and, since Mar. 5, 1968, has indicated the appropriate interna- 
tional class in all publications and on all issued registrations and 
renewals as a subsidiary classification. Based on this experience 
and the comments received, it is now believed that adoption of 
the international schedule as the primary classification system is 
desirable. The international system is easier to administer 
because of fewer classes of goods and the availability of an 
alphabetical listing of goods and services. 


The Nice Agreement provides for an International Committee 
of Experts whose objective is to keep the classification current. 
The classification of specific goods and services is set forth in 
the Alphabetical List entitled “International Classification of 
Goods and Services to Which Trademarks Are Applied” (pub- 
lished by the World Intellectual Property Organization). In 
addition, the International Trademark Classification List con- 
tains the names of the classes setting forth the basic contents 
of each class. The Alphabetical List also comprises explanatory 
notes which serve as guidelines for determining the appropriate 
international class for a specific product or service. 


The alphabetical listing within the International Trademark 
Classification Manual is currently used by the Office as a 
guideline for determining the degree of particularity of identifi- 
cation of goods. See “Identification of Goods and Services in 
Trademark Applications,” 36 F.R. 13232; July 16, 1971. 


Applications for registrations filed on or after Sept. 1, 1973, 
and registrations issuing thereon, will be classified according 
to the international classification set forth in the new § 6.1. 
Accordingly, the international classification is adopted under 
Section 30 of the Trademark Act of all purposes under the 
statute and rules; and, therefore, will be the criterion for deter- 
mining, inter alia, fees. 


Applications for the registration of marks filed on or before 
Aug. 31, 1973, appeals or petitions to revive or oppositions 
filed in connection with said applications, and affidavits, 
renewals and petitions for cancellation filed in connection with 
registrations issuing thereon, will continue to be processed 
under the classification system existing at the time the mark 
was registered. 


All applications which are published and registrations which 
are issued will carry both the appropriate international classifi- 
cation and existing U.S. classification number. 
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An insufficient fee, in connection with an appeal or opposi- 
tion on any application or in connection with an affidavit or 
renewal filed in connection with any registration, will not render 
the same unacceptable, if the proper fee is submitted within a 
time limit set forth in a notification of the defect, providing 
the proper fee for at least one class has been originally submitted 
within the applicable time limit. This will be the case even if 
the full fee is not received within the sixth year in the case of 
an affidavit filed under Section 8 or before the end of the 
twentieth year, including the grace period, in the case of renewal 
applications, or within the six-month statutory response period 
in the case of an appeal, or within the thirty-day opposition 
period, or any extension thereof in the case of the filing of an 
opposition. 


The existing classification system will continue to be used 
for searching registered and pending marks until all documents 
in the search file are organized on the basis of the international 
system of classification. Until this changeover is effected, the 
U.S. class designation will continue to be printed on all pub- 
lished applications and registrations issued under the existing 
or the international classification system to facilitate searching 
on the basis of the existing U.S. system of classification. 


Until all applications filed on or before Aug. 31, 1973, have 
been disposed of, the trademark sections of the Official Gazette, 
which are organized by class, will include two sections: one 
for applications published or registrations issued on the basis 
of applications filed on or before Aug. 31, 1973, organized by 
class according to the U.S. schedule of classes; the other section 
for applications published or registrations issued on the basis 
of applications filed on or after Sept. 1, 1973, organized by 
class according to the new international schedule. 


Certification marks and collective membership marks will 
continue to be classified as set forth in redesignated §§ 6.3 and 
6.4. 


Efforts will be made to have the International Trademark 
Classification List printed by the Government Printing Office or 
otherwise assure the availability of the List from local sources. 
Notification will appear in the Official Gazette when the List 
is available from local sources of the Government Printing 
Office. 


The English edition of the “International Classification of 
Goods and Services to Which Trademarks Are Applied” can | 
presently be ordered from: 


Sales Branch, The Patent Office, Block C 
Station Square House. St. Mary Cray 
Orpington, Kent, England 


Certain modifications and additions to the international trade- 
mark classification have been published as supplements and 
are also available from the British Office. In addition, and 
inasmuch as the World Intellectual Property Organization 
(WIPO) has issued the List in several languages, it is anticipated 
that an English version will be published by that organization. 


We have been advised by the Patent Office of the United 
Kingdom that the only acceptable methods of payment for the 
International Trademark Classification List are by International 
Postal Money Order or by banker’s draft payable in sterling 
and drawn on a bank in the United Kingdom. 


* kK KK * 


ROBERT GOTTSCHALK 


Commissioner of Patents 


May 14, 1973 


BETSY ANCKER-JOHNSON 
Assistant Secretary for 
Science and Technology 
Published in 38 F.R. 41681, June 4, 1973 
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(Note: Rule 2.85 (Classification schedules) was revised and 
Rule 6.1 (International schedule of classes of goods and ser- 
vices) was established as of September 1, 1973 by this notice: 
prior U.S. schedule of classes was redesignated as Rule 6.2.) 


(184) Department of Commerce 


Patent and Trademark Office 


Changes in Practice Concerning Letters of Protest 


After April 1, 1995, Letters of Protest filed prior to the 
publication of a mark for opposition will be granted only if 
there is sufficient evidence in the Letter of Protest to establish 
a prima facie case which supports a refusal of registration. In 
such a case, publication of the mark for opposition, without 
consideration of the issue and evidence presented in the Letter 
of Protest, might result in a clear error by the Office. Further, 
after April 1, 1995, FOIA requests for copies of letters of 
protest should be directed to the Office of the Assistant Com- 
missioner for Trademarks, rather than to the Solicitor’s Office. 

Letter of Protest practice will change as follows: Under 
current practice, when a Letter of Protest is filed prior to the 
publication of a mark, the evidence in the letter is forwarded 
to the Examining Attorney whenever such evidence can prop- 
erly be considered by an examining attorney during ex parte 
examination and the evidence supports any reasonable ground 
for refusal. 


Under the revised practice, when a Letter of Protest is filed 
prior to the publication of a mark, the evidence in the letter 
will be forwarded to the Examining Attorney only if there is 
sufficient evidence in the Letter of Protest to establish a prima 


facie case which supports a refusal of registration such that 


publication of the mark for opposition, without consideration 
of the issue and evidence presented in the Letter of Protest, 
might result in a clear error by the Office. 


The standard for the granting of a Letter of Protest filed or 
considered after publication of the mark in the Official Gazette 
is not changing. The standard is whether publication of the 
mark constituted clear error and whether the Letter of Protest 
was filed within thirty days of the publication of the mark. Jn 
re Pohn, 3 USPQ2d 1700 (Comm’r Pats. 1987), and Jn re BPJ 
Enterprises Ltd., 7 USPQ2d 1375 (Comm’r Pats. 1988). 


Because the Letter of Protest procedure, which permits a third 
party to introduce evidence during the ex parte examination of 
an application, is not mandated by statute or rule, the Office 
wants to clearly define the standards used for granting Letters 
of Protest and harmonize the standards used for granting these 
letters before and after publication of the mark. The new stan- 
dard for prepublication Letters of Protest will discourage the 
filing of Letters of Protest which do not present sufficient 
evidence to support a prima facie case for refusal to register. 
As a result, fewer applications will be taken out of the normal 
order of processing for consideration of evidence in a Letter 
of Protest. 


Requests for Copies of Letters of Protest 


At the present time, copies of documents relating to Letters 
of Protest are requested pursuant to the Freedom of Information 
Act (FOIA) from the Solicitor’s Office of the Patent and Trade- 
mark Office. After April 1, 1995, any party making a FOIA 
request for a complete copy of the Letter of Protest should file 
that request directly with the Office of the Assistant Commis- 
sioner for Trademarks by mailing it to 2900 Crystal Drive, 
Arlington, Va. 22202-3513 or by faxing it to (703) 308-7220. 
Such a request should be directed to the attention of the Admin- 
istrator for Classification and Practice. Upon review of the 
Letter of Protest material, the Administator will usually forward 
acopy of the Letter of Protest and its attachment to the requester. 
Only in cases where the Letter of Protest or its attachments 
contain material that would potentially be expected from disclo- 
sure under the Freedom of Information Act will the Adminis- 
trator not forward the requested material. If, in the opinion of 
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the Administrator, any part of the Letter of Protest materials 
should be excepted from disclosure under FOIA, the matter 
will be forwarded to the Office of the Solicitor for further 
review. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


February 21, 1995 
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(185) Nonregistrability of Misleading Geographic 
Indications—Amendment of the Trademark Act 
by the North American Free Trade 
Agreement Implementation Act 


Article 1712 of the North American Free Trade Agreement 
(NAFTA) requires the United States, Canada and Mexico to 
prohibit the use or Trademark registration of geographical indi- 
cations in connection with goods that do not originate in the 
indicated territory, region or locality, if the public would be 
misled as to the geographical origin of the goods. 1 

President Clinton signed the “North American Free Trade 
Agreement Implementation Act,” Public Law 103-182, 107 
Stat. 2057, on Dec. 8, 1993. The legislation. amending Sections 
2(e), 2(f) and 23(a) of the Trademark Act, applies to applications 
filed on or after Dec. 8, 1993, and took effect on Jan. 1, 1994. 
The Act, entitled “An Act to provide for the registration and 
protection of trademarks in commerce, to carry out the provis- 
ions of certain international conventions, and for other pur- 
poses,” approved July 5, 1946, commonly referred to as the 
Trademark Act of 1946, has been amended as indicated. 
Amendments are shown in italics: 


I. Subsection 2(e) (15 U.S.C. 1052(e)): 


“(e) Consists of a mark which (1) when used on or in connec- 
tion with the goods of the applicant is merely descriptive or 
deceptively misdescriptive of them, (2) when used on or in 
connection with the goods of the applicant is primarily geo- 
graphically descriptive of them, except as indications of 
regional origin may be registrable under section 4, (3) when 
used on or in connection with the goods of the applicant is 
primarily geographically deceptively misdescriptive of them, 
or (4) is primarily merely a surname.” 


II. Subsection (f) (15 U.S.C. 1052(f)): 


“(f) Except as expressly excluded in paragraphs (a), (b), (c), 
(d), and (e)(3) of this section, nothing herein shall prevent the 
registration of a mark used by the applicant which has become 
distinctive of the applicant’s goods in commerce. The Commis- 
sioner may accept as prima facie evidence that the mark has 
become distinctive, as used on or in connection with the appli- 
cant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce 
for the five years before the date on which the claim of distinc- 
tiveness is made. Nothing in this section shall prevent the 
registration of a mark which, when used on or in connection 
with the goods of the goods of the applicant, is primarily 
geographically deceptively misdescriptive of them, and which 
became distinctive of the applicant’s goods in commerce before 
the date of the enactment of the North American Free Trade 
Agreement Implementation Act.” 


Ill. Section 23(a)(15 U.S.C 1091 (a)): 


“(a) In addition to the principle register, the Commissioner 
shall keep a continuation of the register provided in paragraph 
(b) of section 1 of the Act of March 19, 1920, entitled “An 
Act to give effect to certain provisions of the convention for 
the protection of trademarks and commercial names, made and 
signed in the city of Buenos Aires, in the Argentine Republic, 
August 20, 1910, and for other purposes”, to be called the 
supplemental register. All marks capable of distinguishing 
applicant’s goods or services and not register herein provided, 
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except those declared to be unregistrable under subsections (a), 
(b), (c), (d), and (e)(3) of section 2 of this Act, which are in 
lawful use in commerce by the owner thereof, on or in connec- 
tion with any goods or services may be registered on the supple- 
mental register upon the payment of the prescribed fee and 
compliance with the provisions of subsections (a) and (e) of 
section | so far as they are applicable. Nothing in this section 
shall prevent the registration on the supplemental register of 
a mark, capable of distinguishing the applicant’s goods or 
services and not registrable on the principal register under 
this Act, that is declared to be unregistrable under section 
2(e)(3), if such mark has been in lawful use in commerce by 
the owner thereof, on or in connection with any goods or 
services, since before the date of the enactment of the North 
American Free Trade Agreement Implementation Act.” 


A mark which is unregistrable on the Principal Register 
under 2(e)(3) of the Trademark Act, as amended, on the ground 
that it is primarily geographically deceptively misdescriptive 
of the goods or services, may be registered under 2(f) only if 
it became distinctive of the goods or services in commerce 
before December 8, 1993. Similarly, such a mark, capable 
of distinguishing the applicant’s goods or services, may be 
registered on the Supplemental Register only if it has been in 
lawful use in commerce by the owner since before December 
8, 1993. A mark that is unregistrable under 2 (e)(3) because 
it contains matter which is primarily geographically deceptively 
misdescriptive of the goods or services will not be rendered 
registrable by a disclaimer of the geographically deceptively 
misdescriptive component. Matter which is primarily geograph- 
ically deceptively misdescrip- tive may be omitted or deleted 
from the drawing in appropriate cases. 


1 The Article also prohibits any use constituting unfair competi- 
tion within the meaning of Article 10bis (Unfair Competition) 
of the Paris Convention. 


ROBERT ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


April 1, 1994 
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(186) Questions and Answers 


I. New Trademark Application Filing Requirements 


The Trademark Law Revision Act of 1988, which was imple- 
mented on Nov. 16, 1989, contains the most significant amend- 
ments to the Lanham Act since its enactment in 1947. The Patent 
and Trademark Office has significantly revised the Trademark 
Rules of Practice to reflect the changes in the law. Additionally, 
the PTO has issued a supplement to Revision 7 of the Trademark 
Manual of Examining Procedure that reflects the changes in 
the law, rules, and Office policy and is available from the 
Government Printing Office. 

The PTO’s Office of the Assistant Commissioner for Trade- 
marks has prepared a series of “Questions and Answers” about 
Office practice under the new law and rules. This first in the 
series concerns the requirements for the initial filing of an 
application. Subsequent “Questions and Answers” will address 
various examination issues, the statement of use, requests for 
extension of time to file the statement of use, the amendment 
to allege use and notice of allowance. 


Q. What is an intent-to-use application? 


A. The Trademark Law Revision Act of 1988 became effective 
on Nov. 16, 1989. It amended the Trademark Act to add a new 
basis for filing an application for Federal trademark registration 
on the Principal Register. A party with a bona fide intention 
to use a specific mark in commerce in relation to specific goods 
or services may now file an application. However, before the 
mark will be registered, the applicant must use the mark in 
commerce in connection with the specified goods or services 
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and submit specimens evidencing use and a verified allegation 
concerning that use. 

First, an intent-to-use application will be examined in relation 
to all substantive and procedural requirements, except use- 
related issues, and, if acceptable, published for opposition. If 
there is no opposition, or any opposition is resolved in the 
applicant’s favor, the applicant will receive a notice of allow- 
ance. 

The applicant must submit a statement of use within six 
months of that date, or request a six-month extension of time. 
The applicant may then request up to four additional six-month 
extensions of time in which to file the statement of use. The 
grant of such extensions is predicated, in part, upon the appli- 
cant’s showing of “good cause” as to why the mark has not 
yet been used. Thus, an applicant may have up to 36 months 
from the mailing of the notice of allowance within which to 
file a statement of use. (See Trademark Rules 2.88 and 2.89 
concerning the requirements for a statement of use and exten- 
sion requests.) Upon filing, the statement of use will be exam- 
ined and, if accepted, the mark will register. 


Q. How does an intent-to-use application differ from an appli- 
cation based upon use in commerce? 


A. The primary difference between the two types of applications 
is the basis for filing. Because of that difference, the filing 
requirements and processing of the two types of applications 
differ. 

A party may not file an application based upon use of a 
mark in commerce until after that use has occured. Instead of 
asserting a bona fide intent to use the mark in commerce, the 
use-based application must include allegations concerning dates 
of use and specimens evidencing use as a filing requirement. 
The use-based application will be examined and, if acceptable, 
published for opposition. If the mark is not opposed, or any 
opposition is resolved in the applicant’s favor, the mark will 
register. This procedure differs from the application procedure 
for an intent-to-use application, as noted above. 

However, in all other respects the legal reasons for refusing 
registration (such as descriptiveness, likelihood of confusion, 
etc.) and the procedural requirements (such as specificity of 
identifications of goods, signature by applicant, etc.) are exactly 
the same for the two types of applications. Additionally, upon 
registration, the filing date of any application on the Principal 
Register is a constructive date of first use of the mark. 


Q. What are the requirements for filing an intent-to-use applica- 
tion? 


A. A complete intent-to-use application consists of a written 
application, a drawing of the mark, and the required filing fee 
for each class of goods. The requirements for a written intent- 
to-use application are set forth in Trademark Rule 2.33. The 
application must be made to the Commissioner of Patents and 
Trademarks, must include a request for registration, and must 
be signed and verified (sworn to) by the applicant. 

The application must specify: the name and address of the 
applicant; information about the applicant’s legal entity; a claim 
that the applicant has a bona fide intention to use the mark in 
commerce; the particular goods or services on or in connection 
with which the applicant has a bona fide intention to use the 
mark; the class of goods or services according to the official 
classification, if known to the applicant; and the intended mode, 
manner or method of applying, affixing or otherwise using the 
mark on or in connection with the goods or services specified. 

The applicant must sign a verfication of the application which 
includes, in part, averments that the applicant is believed to be 
entitled to use the mark sought to be registered; that to the best 
of the declarant’s knowledge and belief no other entity has the 
right to use the mark in commerce, either in the identical form 
or in such near resemblance as to be likely, when applied to 
the goods or services of such other entity, to cause confusion, 
or to cause mistake, or to deceive; and that the facts set forth 
in the application are true. 

Please note that Rule 2.33 differs form section 1(b) of the 
Act because the rule requires the above verification to include 
a statement that “the applicant is the owner of the mark” rather 
than that “the applicant believes it is entitled to use the mark.” 
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This specific requirement of the rule should be disregarded to 
the extent that it differs from the statute. The rule will be 
amended in due course. 


Q. What are the minimum requirements for receipt of a filing 
date for an intent-to-use application? 


A. Trademark Rule 2.21 sets forth the minimum requirements 
for receipt of a filing date for intent-to-use applications, as 
well as other types of applications. These minimum formal 
requirements do not include all of the requirements which may 
ultimately be necessary to obtain registration, but merely those 
which must be satisified to receive a filing date. 

An intent-to-use application must include the following ele- 
ments in order to receive a filing date: the name of the applicant, 
the name and address to which communications can be directed, 
a drawing of the mark substantially meeting all of the require- 
ments of Trademark Rule 2.52, an identification of goods or 
services, a claim of a bona fide intention to use the mark in 
commerce, a verification or declaration under Trademark Rule 
2.33(b) signed by the applicant, and the required filing fee for 
at least one class of goods or services. If an application lacks 
any one of these elements, it will be denied a filing date and 
all papers will be returned to the applicant as informal. 


Q. Is there any change in the requirements for applications 
based upon either use in commerce or Section 44 of the Trade- 
mark Act? 


A. Yes. Effective Nov. 16, 1989, an application must be signed 
in order to receive a filing date. Trademark Rule 2.21 has been 
amended to require that an application include a verification 
or declaration in accordance with Trademark Rule 2.33(b), 
signed by the applicant, to receive a filing date. This require- 
ment applies to all applications filed after Nov. 16, 1989, 
regardless of the basis for filing. Unsigned applications will 
be returned to the applicant as informal. A verified assertion, 
signed by the applicant, of the basis for filing, is believed to 
be essential because of the importance of the filing date as a 
constructive date of first use of the mark for registration of the 
Principal Register. 

All other filing requirements for use-based applications 
remain unchanged. 

Concerning Section 44 which permits, under certain circum- 
stances, the filing of an application in the United States based 
upon an application or registration in another country, there are 
two additional changes. Effective Nov. 16, 1989, an application 
filed under Section 44(d) or Section 44(e) of the Trademark 
Act must include an allegation that the applicant has a bona 
fide intention to use the mark in commerce. However, Section 
44 applicants will still be exempt from any use requirement as 
a condition to registration. In other words, Section 44 applicants 
are not required to file specimens evidencing use of the mark 
or an allegation of use in order to obtain registration. 

As a requirement for obtaining a filing date, an application 
filed pursuant to Section 44(d) must include in the heading of 
the drawing the date of the foreign filing which forms the basis 
of its priority claim. 


Q. Who can sign an application? 


A. There are two issues that may arise with respect to the 
signature on an application: (1) whether the signature is suffi- 
cient for receipt of a filing date, and (2) whether the signature 
is that of the applicant. 

The following persons can properly sign an application for 
an applicant: an individual applicant, a general partner of a 
partnership, or an officer of a corporation or association. 

If an application is signed by an improper party, but the 
improper party had “color of authority” to act for applicant, 
the Office will require re-execution of the application, but will 
not invalidate the filing date. (See Trademark Rule 2.71(c) 
concerning “color of authority.) The Examining Attorney will 
determine whether the signatory had color of authority to sign 
the application for the applicant. A person has such color of 
authority if he or she has firsthand knowledge of the relevant 
facts and implied or actual authority to act on behalf of the 
applicant. A general manager may qualify under this standard. 
The applicant's attorney will not ordinarily be regarded as 
possessing color of authority to sign on behalf of a client. 
Attorneys, who are not employees of a corporate applicant, do 
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not usually have firsthand knowledge of a client’s business or 
the authority to act on behalf of a client, other than as legal 
representative. 

If the signature is acceptable for the purpose of receiving a 
filing date (i.e., if the signatory had color of authority), but is 
not the signature of the applicant, a substitute verification by 
the applicant of the facts in the application will be required. 
If the person who signed did not have even color of authority, 
the Examining Attorney will refuse registration because the 
applicant did not meet the minimum requirements of Rule 2.21 
for receipt of a filing date. An application signed by a party 
without color of authority is void ab initio and cannot be cor- 
rected by submission of a substitute declaration. 


Q. Are “fax” copies of signatures acceptable? 


A. The Trademark Operation does not have the equipment to 
accept documents transmitted by “fax” for purposes of receiving 
a filing date. However, the signature on a properly filed applica- 
tion may be a photocopy or “fax” copy of the original signature. 
The subsequent submission of the original document will be 
required by the Examining Attorney. 


Q. What is the significance of the filing date? 


A. Section 7 of the Trademark Act has been amended to provide 
that the filing date of an application of the Principal Register 
is a constructive date of first use of the mark in commerce, 
provided the application matures into a registration. Thus, filing 
affords the applicant nationwide priority over others, with the 
exception of parties who had used the mark before the appli- 
cant’s filing date, parties who had filed before the applicant, 
or parties who are entitled to an earlier priority filing date based 
upon the filing of a foreign application under Section 44(d) of 
the Trademark Act. 


Q. Can an application be based upon both use and intent-to- 
use? 


A. No. Section 1(a) of the Trademark provides for the filing 
of applications based upon actual use in commerce, while Sec- 
tion 1(b) provides for the filing of applications based upon 
intent-to-use. Trademark Rule 2.33(d) states that an applicant 
may not file under both Sections 1(a) and 1(b) of the Act in 
a single application, nor may an applicant in an application 
under Section 1(a) of the Act amend to seek registration under 
Section 1(b). Any application filed under both Sections 1(a) 
and 1(b) of the Trademark Act will be denied a filing date and 
returned to the applicant. 


Q. Can an applicant assert both a Section 44 claim and an 
intent-to-use or use claim in the same application? 


A. Yes. Section 44(d) provides for applications based upon an 
application for registration filed in an applicant’s country of 
origin, and section 44(e) provides for applications based upon 
a registration in applicant’s country of origin. An application 
may be based upon both a foreign application or registration 
under Section 44 and either use in commerce under Section 
1(a) or intent-to-use under Section 1(b). 


Q. Since a Secticn 44 application contains a statement of a 
bona fide intent to use the mark in commerce, isn’t this also 
an intent-to-use application? 


A. No. The statement of a bona fide intent to use a mark is 
one of the statutory requirements for a Section 44 filing and 
the PTO will not consider the mere inclusion of such a statement 
to constitute the assertion of a basis for filing under Section 
1(b) of the Act. In other words, once the requirements for 
Section 44 are met and the application successfully completes 
the opposition period, the mark will register (rather than a 
notice of allowance issuing in the application). 

A Section 44 applicant may also assert an intent-to-use basis 
by explicitly stating, after its statement of a bona fide intent 
to use the mark in commerce, that it is also asserting a Section 
1(b) basis for filing. 
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Q. Can an intent-to-use application be filed on the Supplemental 
Register? 


A. No. An intent-to-use application initially filed on the Supple- 
mental Register will be denied a filing date and returned to 
the applicant. No amendment of an intent-to-use application 
to the Supplemental Register will be accepted until after use 
has commenced and after the filing and acceptance of an amend- 
ment to allege use or a statement of use. In such a case, the 
effective filing date of the application will be changed to the 
date on which the applicant filed the amendment to allege use 
under Section 1(c) of the Trademark Act or the statement of 
use under Section 1(d) of the Act. 


Q. Must an intent-to-use applicant begin using the mark before 
a registration will issue? 


A. Yes. An intent-to-use application may not mature into a 
registration until use of the mark has begun. After use begins, 
the applicant must verify such use in either (1) an amendment 
to allege use or (2) a statement of use. In addition, applicant 
must submit specimens evidencing use and a fee of $100 per 
class of goods or services in the application. 


Q. What is the difference between an amendment to allege use 
and a statement of use? 


A. The primary difference between the amendment to allege 
use and the statement of use is the time of filing. The amendment 
to allege use may be filed during initial examination of the 
application, i.e., after the filing date of the application and 
before the date on which the Examining Attorney approves the 
mark for publication. If the amendment to allege use is accepted, 
the application will then be processed for publication and issu- 
ance in the same manner as a use-based application. 

If no amendment to allege use is filed before the Examining 
Attorney approves the mark for publication, the mark will be 
published for opposition. After the successful completion of 
the opposition period, the PTO will issue a notice of allowance. 
The applicant will then have six months from the date of the 
notice of allowance in which it must file a statement of use, 
or file a written request for an extension of time in which 
to file the statement of use. Successive extensions of time, 
aggregating no more than 36 months from the notice of allow- 
ance, may be obtained pursuant to Trademark Rule 2.89. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Nov. 27, 1989 
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(187) T-Search Printouts as Section 2(d) References 


As part of its ongoing automation program, the PTO is 
pleased to announce that on or about July 1, 1986, Trademark 
Examining Attorneys will use the automated Trademark search 
system (T-Search) exclusively for searching word marks. The 
Examining Attorneys will use computer printouts to advise 
applicants about Section 2(d) references. The printouts will 
include computer-generated facsimiles of the drawing where 
appropriate. The printouts will be used for word marks, whether 
the word is depicted in a typed drawing or in stylized form. 
Photocopies of certificates of registration will continue to be 
used for design marks. 

The Patent and Trademark Office, in consultation with the 
Public Advisory Committee for Trademark Affairs, has estab- 
lished accuracy standards for the computerized data. Data ele- 
ments which are not essential for examiner searching are being 
systematically checked and corrected. The following data ele- 
ments which are essential for examiner searching purposes are 
essentially complete: 


1. MARK 

2. SERIAL NUMBER 

3. REGISTRATION NUMBER 
4. FILING DATE 
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5. REGISTRATION DATE 

6. GOODS AND SERVICES 
7. INTERNATIONAL CLASS 
8. U.S. CLASS 


Subject to the above caveat, the printouts will contain all 
the information that appears on the certificate of registration 
with one exception. If an application for registration was based 
on Section 44, 15 U.S.C. 1126, the printout will indicate that 
the registration or application was filed under the provisions 
of Section 44 (using the notation “SECT 44”). The printout 
will also show the priority date if the application was filed 
under the provisions of Section 44(d). However, it will not 
indicate the country or certificate number of the foreign registra- 
tion on which the U.S. registration was based. 

The printouts will also contain additional registration infor- 
mation which was not provided under the non-automated 
system, as follows: 


A. Change in registration—This will indicate that a registra- 
tion was changed after registration, such as by an amend- 
ment of the mark or identification of goods/services. The 
current information will be displayed in the printout. 


B. Affidavits—This indicates that a Section 8 affidavit of 
continued use was accepted, that a Section 15 affidavit of 
incontestability was acknowledged, or that a mark was 
republished under the provisions of Section 12(c). 


C. Renewals—Applicable renewal information, such as “Ist 
Renewal” or “2nd Renewal” will be shown. 


D. Owner—In addition to listing the original registrant, the 
last known owner, as the change of ownership is acknowl- 
edged by the Office by virtue of examining an affidavit 
or renewal, will be included. 


The following provides an explanation of the terms/symbols 
used in the printout: 


1. Goods or services appearing in double parentheses “(( ))” 
were not included in a Section 15 affidavit. 

. Goods or services appearing in brackets “[ |” were deleted 
after registration by amendment, correction, restriction or 
at the time of renewal. 

. Dates will appear as year, month and day. For example, 
June 20, 1983 will appear as 1983.06.20. 

. Goods and services will be indicated with the international 
class (IC), the prior U.S. classification (US), the identifica- 
tion, date of first use and date of first use in commerce. 

. Registrants (OWNER) will be listed showing the owner’s 
name, entity designation (e.g., individual, partnership, cor- 
poration), country of citizenship or state or country of 
incorporation, and address. 

. Pseudo mark—This material is merely a search aid and 
has no bearing on the registration information. 

. Design search code—This is also merely an aid for compu- 
terized searching of design marks, by which a number is 
assigned to describe a particular design element. It has no 
bearing on the registration information. 

. Mark drawing code—This indicates the appearance of the 
mark, and again is not part of the registration data. There 
are six mark drawing codes. 

1—typed drawing 

2—design only 

3—words, letters and/or numbers and design 

4—words, letters and/or number in block form (block 
letters; not typed drawing) 

5—words, letters and/or numbers in a stylized form 

6—sound marks 


An example of a computer printout and a facsimile of a 
stylized word mark follow. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


June 23, 1986 
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(188) Wording In Verification or Declaration of 


Trademark Application 


Applicants and attorneys are requested to use the following 
wording in the part of the verification or declaration of the 
trademark application which indicates the signer’s belief that 
the mark applied for does not resemble another person’s mark: 


—that no other person, firm, corporation, or association, 
to the best of his knowledge and belief, has the right to 
use such mark in commerce either in the identical form 
thereof or in such near resemblance thereto as to be likely 
when applied to the goods of such other person, to cause 
confusion, or cause likely, mistake, or to deceive: — 


The wording emphasized conforms to the language of both 
Sections 1(a)(1) and 2(d) of the Trademark Act of 1946. 

Some applicants and attorneys, instead of using the wording 
emphasized above, are still using the now obsolete wording 
“as might be calculated to deceive” which was promulgated 
in the forms under the Trademark Act of 1905 and inadvertently 
continued by the Act of 1946 up to October 1962 in Section 
1(a)(1) and in the forms connected with the Act. Section 1(a)(1) 
of the 1946 Act was amended by Act of October 9, 1962 (Public 
Law 772, 87th Congress, 76 Stat. 769) to conform it to the 
language of Section 2(d) of the 1946 Act, since the language 
of Section 2(d) reflects the thinking at the time the 1946 Act 
was written. The wording of the trademark forms for the 1946 
Act has also been amended appropriately. 

It is desirable that proper wording be used. However, since 
the differences in wording referred to above are considered to 
be differences of form rather than of substance. Examiners will 
not require new verifications or declarations. When the obsolete 
wording is observed and a letter is to be written for other 
reasons, Examiners will at that time call attention to the fact 
that the wording is obsolete and should be modified in applica- 
tions in the future. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 


Mar. 25, 1974 


[921 TMOG 186] 


Petition to Make Trademark 
Applications Special 


(189) 


The practice of expediting the prosecution of new trademark 
applications on request of the applicant (accelerated prose- 
cution) was rescinded, effective Aug. 1, 1971 (36 F.R. 13231, 
July 16, 1971; 825 O.G. 2). This action was taken after a careful 
study of the practice, including a recommendation of the Public 
Advisory Committee for Trademark Affairs that the Patent 
Office terminate accelerated prosecution of trademark applica- 
tions. The study considered both the effect of the procedure 
on the workload of the Trademark Operations and the broader 
interest of examining trademark applications in an order which 
is equitable to all applicants. 

Since the termination of this practice, the Office has experi- 
enced some increase in the number of petitions requesting the 
Commissioner to invoke his supervisory authority pursuant to 
Rule 2.146 in order to advance the examination of applications 
out of their regular order. This was to be expected since appli- 
cants who might have been able to show special circumstances 
entitling them to advanced examination could previously 
achieve this special treatment without resorting to a petition. 
However, some of the petitions now being received are not 
considered sufficient to justify the extraordinary relief of 
invoking the supervisory authority of the Commissioner for 
the purpose of advancing the applications out of their regular 
order. 

In particular, a number of such petitions have been based 
on the ground that the applicant is about to embark on an 
advertising campaign or to commit advertising or promotional 
expenditures in which the mark applied for is material. Such 
a ground is not considered to constitute appropriate circum- 
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stances justifying the advancement of the application out of its 
regular turn and the petitions based on such ground have been 
and will continue to be denied. The principal reason for the 
denial is that these circumstances are applicable to a substantial 
portion of the trademark applications filed in the Patent Office. 
The supervisory authority of the Commissioner should be exer- 
cised only where an extraordinary reason for such action has 
been disclosed. See Anderson & Dyer v. Lewry, 89 O.G. 1861, 
1899 C.D. 230, and Wilputte v. Van Ackeren, 103 USPQ 235. 
Thus, the extraordinary remedy of invoking the supervisory 
authority of the Commissioner is not considered appropriate 
under these circumstances. 

In the interest of equitable treatment of all applicants, the 
policy of the Office in granting such petitions will be restricted 
to those cases in which particular and very special circum- 
stances exist, such as a demonstrable possibility of loss of 
substantial rights, rather than circumstances which would be 
equally applicable to a large number of other applicants for 
trademark registration. 


ROBERT GOTTSCHALK 
Commissioner of Patents 


Mar. 13, 1972 


[897 TMOG 2] 


Post Registration: Changes to 
Requirements for Maintaining 
Trademark Registrations 


Effective: October 30, 1999 


This notice discusses changes to the requirements for main- 
taining trademark registrations, effective October 30, 1999. 


Contents 


I. Summary of Trademark Law Treaty Implementation Act 
Changes 
A. Requirements Prior to October 30, 1999 
B. Requirements on and After October 30, 1999 
Il. Effective Date and Transition 
A. Effective Date 
B. Transition 
Ill. Affidavit of Continued Use or Excusable Nonuse of Mark 
in Commerce under Section 8 
A. Requirements for Affidavit or Declaration of Continued 
Use or Excusable Nonuse 
B. Time for Filing Affidavit 
C. Fees 
D. Ownership, and Who May File Affidavit 
E. Execution of Affidavit or Declaration 
F. Goods and/or Services Set Forth in Affidavit or Declara- 
tion 
G. Use in Commerce 
H. Specimen Showing Current Use of Mark in Commerce 
I. Nonuse of Mark 
J. Designation of Domestic Representative 
K. Response to Office Action 
L. Correction of Deficiencies 
M. Petition to Commissioner 
IV. Renewal of Registration 
A. Requirements for Renewal 
B. Time for Filing Application for Renewal 
C. Fees 
D. Ownership 
E. Execution of Renewal Application 
F. Designation of Domestic Representative 
G. Goods and/or Services Set Forth in Application for 
Renewal 
H. Use in Commerce or Excusable Nonuse 
I. Specimens 
J. Notice of Renewal 
K. Response to Office Action 
L. Correction of Deficiencies 
M. Petition to Commissioner 
V. Affidavit or Declaration of Incontestability Under Section 
15 
A. Type of Commerce No Longer Required 
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B. Persons Who May Sign Affidavit or Declaration 
VI. Combined Filings 
A. Section 8 Affidavit Combined with Section 9 Renewal 
Application 
B. Combining Section 8 Affidavit With Section 15 Affidavit 
VII. Signature of Requests to Amend, Correct, or Surrender a 
Registration 
VIII. Updating Automated Records to Show the Status of Regis- 
trations 


I. SUMMARY OF TRADEMARK LAW TREATY 
IMPLEMENTATION ACT CHANGES 


The Trademark Law Treaty Implementation Act of 1998 
(TLTIA), Pub. L. No. 105-330, 112 Stat. 3064 (15 U.S.C. 
§1051), changed the requirements for filing affidavits or decla- 
rations of continued use or excusable nonuse under §8 of the 
Act (§8 affidavits), 15 U.S.C. §1058, and renewal applications 
under §9 of the Act, 15 U.S.C. §1059, effective October 30, 
1999. 


A. Requirements Prior to October 30, 1999 


Prior to October 30, 1999, §8 affidavits were required between 
the fifth and sixth year after the date of registration or publica- 
tion under §12(c) of the Act, 15 U.S.C. §1062(c). No further 
affidavits were required under §8 of the Act. There was no 
grace period for filing a §8 affidavit, and there were certain 
requirements that had to be satisfied before the expiration of 
the statutory deadline to avoid cancellation of the registration. 
The registrant was required to specify the type of commerce 
in which the mark was in use. Renewal applications under §9 
of the Act were required to be filed within six months before 
the expiration date of a registration, or within a three-month 
grace period thereafter upon payment of an additional fee. 
There were certain requirements that had to be met before the 
end of the grace period, or the registration would expire. Section 
9 of the Act required that the renewal application include an 
affidavit or declaration of use of the mark in commerce or 
excusable nonuse, and a specimen of use for each class of 
goods or services. 


B. Requirements on and After October 30, 1999 


TLTIA amended §8 of the Act to: (1) add a six-month grace 
period for filing a §8 affidavit with a grace period surcharge; 
(2) require a §8 affidavit in the year before the end of every 
ten-year period after the date of registration, or within the grace 
period; (3) clarify that the current owner of the mark must file 
the §8 affidavit; and (4) provide for a period in which a deficient 
§8 affidavit may be corrected, upon payment of a deficiency 
surcharge. A §8 affidavit is still required between the fifth and 
sixth year after the date of registration, or within the six-month 
grace period. The Trademark Rules of Practice were amended 
to delete the requirement to specify the type of commerce in 
which the mark is in use. 


TLTIA amended §9 of the Act to: (1) extend the three-month 
grace period to six months; (2) extend the time for filing the 
renewal application from six months to twelve months before 
expiration of the registration; (3) remove the requirement for 
a declaration of continued use in commerce or excusable 
nonuse, and for a specimen of use, in a renewal application; 
and (4) provide for a period in which a deficient renewal 
application may be corrected, upon payment of a deficiency 
surcharge. No renewal application is required during the sixth 
year. 


Accordingly, both a §8 affidavit and a §9 renewal application 
must be filed within the year before the expiration date of the 
registration, or within the six-month grace period. In substance, 
except as noted above, the requirements of the combined filing 
under amended §§8 and 9 of the Act will be the same as the 
requirements for renewal applications filed before October 30, 
1999. 


The statutory filing periods for the ten-year §8 affidavits are 
the same as the statutory filing periods for renewal applications. 
A §8 affidavit and renewal application may be combined in a 
single document. See §VI(A) of this Notice. Most deficiencies 
can be cured after expiration of the deadlines set forth in §§8 
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and 9 of the Act, upon payment of an additional deficiency 
surcharge. See §§III(L) and I'V(L) of this Notice for information 
about the procedures, deadlines, and fees for correcting defi- 
ciencies. 


TLTIA does not change the duration of a registration. See 
TMEP §1601 regarding the duration of a registration. 


II. EFFECTIVE DATE AND TRANSITION 


The effective date of TLTIA and the changes to the Trademark 
Rules of Practice is October 30, 1999. 


A. Effective Date 
1. Section 8 Affidavits 


Under TLTIA §109(c), 112 Stat. 3069, the amended provisions 
of §8 of the Act, 15 U.S.C. §1058, apply to "the filing of an 
affidavit if the sixth or tenth anniversary of the registration, or 
the sixth anniversary of publication of the registration under 
§12(c) of the Trademark Act of 1946 for which the affidavit 
is filed is on or after [October 30, 1999]." The new law does 
not apply to a §8 affidavit due before October 30, 1999, even 
if the affidavit is not examined until after October 30, 1999. 
For example, if a registration issued on October 29, 1993, the 
registrant must meet the statutory requirements of §8 of the 
Act on or before October 29, 1999. The registrant cannot take 
advantage of the six-month grace period, or the deficiency 
period, provided under the new law. The provisions of §8(a)(3) 
of the Act, requiring the filing of a §8 affidavit at the end of 
each successive ten-year period after registration, do not apply 
to a registration issued or renewed for a twenty-year term (i.e., 
a registration issued or renewed before November 16, 1989) 
until a renewal application is due. See §11(B)(3) of this Notice. 


2. Renewal Applications 


Under TLTIA §109(d), 112 Stat. 3069, the amended provisions 
of §9 of the Act, 15 U.S.C. §1059, apply to “the filing of an 


application for renewal of a registration if the expiration date 
of the registration for which the renewal application is filed is 
on or after [October 30, 1999].” 


The revised provisions of §9 of the Act do not apply to applica- 
tions for renewal of registrations that expire before October 
30, 1999, even if the applications are filed or examined after 
October 30, 1999. For example, if a registration expires on 
October 29, 1999, the registrant may file a renewal application 
within six months preceding that date, or within the three- 
month grace period provided under the old law, i.e., up through 
January 29, 2000. Neither the new six-month grace period, nor 
the deficiency period, applies to registrations with expiration 
dates prior to October 30, 1999. 


B. Transition 


1. Section 8 Affidavits Filed Before October 30, 1999, Where 
the Sixth Year Expires After October 30, 1999 


The revised provisions of §8 of the Trademark Act apply to 
the filing of an affidavit of continued use or excusable nonuse 
under §8 of the Act if: (1) the sixth or any tenth anniversary 
of registration, or the sixth anniversary of publication under 
§12(c) of the Act, is on or after October 30, 1999; and (2) the 
affidavit is filed on or after October 30, 1999. 


Because TLTIA §109(c), 112 Stat. 3069, states that the 
amended provisions of §8 of the Act apply only to “the filing” 
of an affidavit if the sixth (or any tenth) anniversary of the 
registration, or the sixth anniversary of the date of publication 
under §12(c) of the Act, is on or after October 30, 1999, the 
Office will apply the revised provisions of §8 of the Act only 
to §8 affidavits filed on or after October 30, 1999. The old law 
will apply to §8 affidavits filed before October 30, 1999, even 
if the sixth anniversary is on or after October 30, 1999. This 
will assist in avoiding confusion and in providing assurance 
to registrants and attorneys who need to know which law will 
apply before papers are prepared and filed. 


If a §8 affidavit is timely filed before October 30, 1999, for a 
registration whose sixth anniversary is on or after October 30, 
1999, and found to be deficient, it is possible that no time will 
remain in the statutory period during which defects could be 
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cured under the old law. In this situation, if there is time 
remaining in the new six-month grace period, the owner of the 
registration must file a complete new affidavit, with a specimen, 
filing fee, and grace period surcharge, in order to obtain the 
benefits of the TLTIA provisions for curing deficiencies. 


If there is no time remaining in the new six-month grace period, 
the registration will be cancelled. 


Example: If the sixth year expires on November 5, 1999, 
and a §8 affidavit is filed October 15, 1999, without a specimen, 
the old law will apply. Under the old law, the registration must 
be cancelled if no specimen is filed before the end of the 
sixth year. TMEP §1603.08. To gain the benefit of the TLTIA 
provisions for curing deficiencies, the owner of the registration 
must file a complete new §8 affidavit within six months after 
the expiration of the sixth year (i.e., on or before May 5, 2000), 
with a specimen, a new filing fee, and grace period surcharge. 


2. Renewal Applications Filed Before October 30, 1999, for 
Registrations That Expire After October 30, 1999 


The revised provisions of §9 of the Trademark Act apply to 
the filing of a renewal application if: (1) the registration expires 
on or after October 30, 1999; and (2) the renewal application 
is filed on or after October 30, 1999. 


Because TLTIA §109(d), 112 Stat. 3069, states that the 
amended provisions of §9 of the Act apply only to “the filing” 
of a renewal application if the expiration date of the registration 
is on or after October 30, 1999, the Office will apply the new 
law only to renewal applications filed on or after October 30, 
1999. The old law will apply to renewal applications filed 
before October 30, 1999, even if the registration expires on or 
after October 30, 1999. 


If a renewal application is timely filed before October 30, 1999, 
for a registration that expires on or after October 30, 1999, and 
found to be deficient, it is possible that no time will remain 
in the three-month grace period during which defects could be 
cured under the old law. In this situation, if there is time 
remaining in the new six-month grace period, in order to obtain 
the benefits of the TLTIA provisions for curing deficiencies, 
the registrant must file: (1) a complete new §9 renewal applica- 
tion, with a filing fee, and grace period surcharge; and (2) a 
complete §8 affidavit with a specimen, filing fee, and grace 
period surcharge, within six months after the expiration of the 
registration. 


If there is no time remaining in the new six-month grace period, 
the registration will expire. 


Example: If the registration expires on November 5, 1999, 
and a renewal application is filed October 15, 1999, without 
a specimen, the old law will apply. Under the old law, the 
registration will expire if the registrant does not file a specimen 
(together with a grace period surcharge) before the end of the 
three-month grace period (i.e., on or before February 5, 2000). 
TMEP §1605.06. To gain the benefit of the TLTIA provisions 
for curing deficiencies, the owner of the registration must 
submit: (1) a complete new §9 renewal application (with a 
filing fee and grace period surcharge); and (2) a complete new 
§8 affidavit (with a specimen, filing fee, and grace period 
surcharge), within six months after the expiration of the registra- 
tion (i.e., on or before May 5, 2000). 


3. Registrations in Twenty-Year Terms 


The provisions of §8(a)(3) of the Act, requiring the filing of 
a §8 affidavit at the end of each successive ten-year period after 
registration, do not apply to a registration issued or renewed for 
a twenty-year term (i.e., a registration issued or renewed before 
November 16, 1989) until a renewal application is due. 


Example: If a registration was issued or renewed on 
November 5, 1989, no §8 affidavit is due between November 
5, 1998 and November 5, 1999. Section 8(a)(3) of the Act does 
not apply until the renewal application is due, i.e., between 
November 5, 2008 and November 5, 2009. 


Should the Office receive a §8 affidavit during the tenth year 
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for a registration in a twenty-year term, the Office will refund 
the filing fee and notify the filer that the document will not be 
processed. The document will not be returned. 


Il. AFFIDAVIT OF CONTINUED USE OR EXCUSABLE 
NONUSE OF MARK IN COMMERCE UNDER 
SECTION 8 


15 U.S.C. §1058. Duration. 


(a) Each registration shall remain in force for 10 years, 
except that the registration of any mark shall be canceled by 
the Commissioner for failure to comply with the provisions of 
subsection (b) of this section, upon the expiration of the fol- 
lowing time periods, as applicable: 


(1) For registrations issued pursuant to the provisions of 
this Act, at the end of 6 years following the date of registration. 


2) For registrations published under the provisions of sec- 
tion 12(c), at the end of 6 years following the date of publication 
under such section. 


(3) For all registrations, at the end of each successive 10- 
year period following the date of registration. 


(b) During the 1-year period immediately preceding the end 
of the applicable time period set forth in subsection (a), the 
owner of the registration shall pay the prescribed fee and file 
in the Patent and Trademark Office- 


(1) an affidavit setting forth those goods or services recited 
in the registration on or in connection with which the mark is 
in use in commerce and such number of specimens or facsimiles 
showing current use of the mark as may be required by the 
Commissioner; or 


(2) an affidavit setting forth those goods or services recited 
in the registration on or in connection with which the mark is 
not in use in commerce and showing that any such nonuse is 
due to special circumstances which excuse such nonuse and 
is not due to any intention to abandon the mark. 


(c)(1) The owner of the registration may make the submis- 
sions required under this section within a grace period of 6 
months after the end of the applicable time period set forth in 
subsection (a). Such submission is required to be accompanied 
by a surcharge prescribed by the Commissioner. 


(2) If any submission filed under this section is deficient, 
the deficiency may be corrected after the statutory time period 
and within the time prescribed after notification of the defi- 
ciency. Such submission is required to be accompanied by a 
surcharge prescribed by the Commissioner. 


(d) Special notice of the requirement for affidavits under 
this section shall be attached to each certificate of registration 
and notice of publication under section 12(c). 


(e) The Commissioner shall notify any owner who files 1 of 
the affidavits required by this section of the Commissioner's 
acceptance or refusal thereof and, in the case of a refusal, the 
reasons therefor. 


(f) If the registrant is not domiciled in the United States, the 
registrant shall designate by a written document filed in the 
Patent and Trademark Office the name and address of some 
person resident in the United States on whom may be served 
notices or process in proceedings affecting the mark. Such 
notices or process may be served upon the person so designated 
by leaving with that person or mailing to that person a copy 
thereof at the address specified in the last designation so filed. 
If the person so designated cannot be found at the address 
given in the last designation, such notice or process may be 
served upon the Commissioner. 


Under §8 of the Trademark Act, 15 U.S.C. §1058, the owner 
of the registration must file an affidavit or declaration of con- 
tinued use or excusable nonuse within the following time 
periods, or the registration will be cancelled: 
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(1) between the fifth and sixth year after the date of registra- 
tion or date of publication under $12(c) of the Act; and 


(2) within the year before the end of every ten-year period 
after the date of registration. 


Section 8(a)(3) of the Act, 15 U.S.C. §1058(a)(3), requires an 
affidavit or declaration of continued use or excusable nonuse 
at the end of each successive ten-year period following the 
date of registration for all registrations, including registrations 
issued under the Acts of 1881, 1905 and 1920. However, this 
requirement does not apply to a registration issued or renewed 
for a twenty-year term (i.e., a registration issued or renewed 
before November 16, 1989) until a renewal application is due. 
See §II(B)(3) of this Notice. 


A. Requirements for Affidavit or Declaration of Continued 
Use or Excusable Nonuse 


37 C.F.R. §2.161. Requirements for a complete affidavit or 
declaration of continued use or excusable nonuse 


A complete affidavit or declaration under section 8 of the 
Act must: 


(a) Be filed by the owner within the period set forth in 
§2.160(a); 


(b) Include a statement that is signed and verified (sworn 
to) or supported by a declaration under §2.20 by a person 
properly authorized to sign on behalf of the owner, attesting 
to the continued use or excusable nonuse of the mark within 
the period set forth in section 8 of the Act. The verified statement 
must be executed on or after the beginning of the filing period 
specified in §2.160(a). A person who is properly authorized to 
sign on behalf of the owner is: 


(1) a person with legal authority to bind the owner; or 


(2) a person with firsthand knowledge of the facts and actual 
or implied authority to act on behalf of the owner; or 


(3) an attorney as defined in §10.1(c) of this chapter who 
has an actual or implied written or verbal power of attorney 


from the owner. 


(c) Include the registration number; 


(d)(1) Include the fee required by §2.6 for each class of 
goods or services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace 
period under section 8(c)(1) of the Act, include the late fee per 
class required by §2.6; 


(3) If at least one fee is submitted for a muiti-class registra- 
tion, but the class(es) to which the fee(s) should be applied 
are not specified, the Office will issue a notice requiring either 
the submission of additional fee(s) or an indication of the 
class(es) to which the original fee(s) should be applied. Addi- 
tional fee(s) may be submitted if the requirements of §2.164 
are met. If the required fee(s) are not submitted and the class(es) 
to which the original fee(s) should be applied are not specified, 
the Office will presume that the fee(s) cover the classes in 
ascending order, beginning with the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is 
in use in commerce, and/or the goods or services for which 
excusable nonuse is claimed under §2.161(f)(2);(2) If the affi- 
davit or declaration covers less than all the goods or services, 
or less than all the classes in the registration, specify the goods 
or services being deleted from the registration; 


(f)(1) State that the registered mark is in use in commerce 
on or in connection with the goods or services in the registra- 
tion; or 


(2) If the registered mark is not in use in commerce on or 
in connection with all the goods or services in the registration, 
set forth the date when use of the mark in commerce stopped 
and the approximate date when use is expected to resume; and 
recite facts to show that nonuse as to those goods or services 
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is due to special circumstances that excuse the nonuse and is 
not due to an intention to abandon the mark. 


(g) Include a specimen showing current use of the mark for 
each class of goods or services, unless excusable nonuse is 
claimed under §2.161(f)(2). The specimen must: 


(1) Show the mark as actually used on or in connection 
with the goods or in the sale or advertising of the services. A 
photocopy or other reproduction of the specimen showing the 
mark as actually used is acceptable. However, a photocopy 
that merely reproduces the registration certificate is not a 
proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide 
by 11.69 inches (29.7 cm.) long. If a specimen exceeds these 
size requirements (a “bulky specimen”), the Office will create 
a facsimile of the specimen that meets the requirements of the 
rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 
wrapper; 


(h) If the registrant is not domiciled in the United States, 
the registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting 
the registration may be served. 


B. Time for Filing Affidavit 


Under §8(a) of the Trademark Act, 15 U.S.C. §1058(a), the 
owner of the registration must file the affidavit or declaration 
of continued use or excusable nonuse: (1) at the end of six 
years after the date of registration or date of publication under 
§12(c) of the Act; and (2) at the end of every ten-year period 
after the date of registration. See Trademark Rule 2.160(a), 37 
C.F.R. §2.160(a). 


Section 8(b) of the Act, 15 U.S.C. §1058(b), provides that the 
owner may file the affidavit or declaration during the one year 


immediately preceding the deadline set forth in §8(a) of the 
Act. 


Under §8(c)(1) of the Act, 15 U.S.C. §1058(c)(1), the affidavit 
or declaration may be filed within a grace period of six months 
after the expiration of the deadline set forth in §8(a) of the 
Act, upon payment of an additional grace period surcharge. 


If the owner of the registration does not file an affidavit or 
declaration of continued use or excusable nonuse before the 
end of the grace period, the registration will be cancelled. 37 
C.F.R. §§2.160(a) and 2.164(b). 


The affidavit cannot be filed before the period specified in 
§§8(a) and (b) of the Act. The purpose of the affidavit is to 
show that the mark is still in use in commerce within the 
relevant period, which cannot be done by an affidavit filed 
prior to that period. In re Holland American Wafer Co., 737 
F.2d 1015, 222 USPQ 273 (Fed. Cir. 1984). If an affidavit is 
filed before the period specified in §§8(a) and (b) of the Act, 
the Office will issue a notice advising the registrant that the 
affidavit is premature; of the appropriate time for filing the §8 
affidavit; that the fee(s) submitted will be held; and that the 
registrant may file a new affidavit at the appropriate time or 
may request a refund at any time. There is no deficiency sur- 
charge. The prematurely filed affidavit will be placed in the 
file. If a newly executed affidavit or declaration is not filed 
before the end of the grace period, the registration will be 
cancelled and the fees refunded. 


C. Fees 
1. Filing Fee for Affidavit or Declaration 


Under §8(b) of the Trademark Act, 15 U.S.C. §1058(b), and 
Trademark Rule 2.161(d)(1), 37 C.F.R. §2.161(d)(1), an affi- 
davit or declaration of continued use or excusable nonuse must 
include the fee required by §2.6 for each class of goods or 
services that the affidavit or declaration covers. 


2. Grace Period Surcharge 
If the affidavit or declaration is filed during the grace period 
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under §8(c)(1) of the Act, it must include the grace period 
surcharge per class required by §2.6. 37 C.F.R. §2.161(d)(2). 


The grace period surcharge applies only where no filing was 
made between the fifth and sixth year after the date of registra- 
tion or date of publication under §12(c) of the Act, or within 
the year before the end of any ten-year period after the date 
of registration. Someone who files within these periods, but 
corrects a deficiency after these periods have expired, will be 
subject to the deficiency surcharge only. On the other hand, 
someone who files during the grace period and cures deficien- 
cies after expiration of the grace period will be subject to both 
the grace period surcharge (for the ability to file the affidavit 
during the grace period) and the deficiency surcharge (for the 
ability to correct a deficiency after the end of the grace period). 


Currently, the grace period surcharge is $100 per class. 
3. Deficiency Surcharge 


Section 8(c)(2) of the Trademark Act, 15 U.S.C. §1058(c)(2), 
requires a “deficiency surcharge” for correcting deficiencies 
after expiration of the deadlines specified in §8. See Trademark 
Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this Notice 
regarding the deadlines and fees for correcting deficiencies. 


Only a single deficiency surcharge is required for correcting 
deficienc(ies) in a multi-class registration. Similarly, only a 
single deficiency surcharge is required to correct several defi- 
ciencies within one document. Currently, the deficiency sur- 
charge is $100. 


4. Processing Affidavit or Declaration Filed With Insufficient 
Fees 


An affidavit or declaration that does not include sufficient fees 
to cover the filing fee for all the classes to which the affidavit 
pertains (and the grace period surcharge, where applicable) is 
deficient. Deficiencies may be cured before expiration of the 
deadlines set forth in §8 of the Act for no fee, or after expiration 
of the deadlines set forth in §8 of the Act upon payment of 
the deficiency surcharge required by §8(c)(2) of the Act. See 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and 
fees for correcting deficiencies. 


If the affidavit or declaration is accompanied by insufficient 
fees to cover all the classes to which the affidavit pertains, and 
the affidavit or declaration included an authorization to charge 
deficient fees to a deposit account, the filing fee (and grace 
period surcharge, where applicable) will be charged to the 
deposit account. If the deposit account authorization is included 
with the affidavit or declaration as filed, and the deposit account 
has sufficient funds to cover the fee(s) in question, there is no 
fee deficiency and no deficiency surcharge is required. 


An authorization to charge fees to a deposit account with insuffi- 
cient funds to cover the fee is regarded as a deficiency. 


If a check submitted as payment of a filing fee for an affidavit 
of continued use or excusable nonuse is returned to the Office 
unpaid, this is also regarded as a deficiency. In addition to the 
deficiency surcharge (where applicable), there is a $50 fee for 
processing the returned check. 37 C.F.R. §1.21(m). 


If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Post Registration paralegal will issue a notice 
requiring either the submission of additional fee(s) or an indica- 
tion of the class(es) to which the original fee(s) should be 
applied. If the required fee(s) are not submitted and the class(es) 
to which the original fee(s) should be applied are not specified, 
the Office will presume that the fee(s) cover the classes in 
ascending order, beginning with the lowest numbered class. 37 
C.F.R. §2.161(d)(3). 


D. Ownership, and Who May File Affidavit 
1. Affidavit or Declaration Must be Filed by Owner 


The §8 affidavit must be filed by the owner of the registration. 
Filing by the owner is a minimum requirement that must be 
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met before the expiration of the deadline set forth in §8(a) of 
the Act (i.e., before the end of the sixth year after the date of 
registration or publication under §12(c) of the Trademark Act, 
or before the end of every ten-year period after the date of 
registration), or within the six-month grace period under 
§8(c)(1) of the Act. Trademark Rule 2.164(b), 37 C.F.R. 
§2.164(b). 


If the affidavit or declaration was filed in the name of the 
wrong party, and there is time remaining in the filing period 
or grace period, the true owner must file a complete new 
affidavit or declaration, together with the filing fee per class 
required by §2.6, and a specimen of use for each class. If the 
substitute affidavit or declaration is filed during the grace 
period, the grace period surcharge per class must also be 
included with the substitute affidavit. 


If the affidavit or declaration was filed in the name of the 
wrong party, and there is no time remaining in the grace period, 
a substitute affidavit by the true owner cannot be accepted, 
even upon payment of a deficiency surcharge. The registration 
will be cancelled. 


The filing fee for an affidavit filed in the name of the wrong 
party will not be refunded. 


2. Establishing Ownership 


If the owner set forth in the affidavit is not the owner of record 
according to the records of the Assignment Division of the 
Office, continuity of title from the original registrant to the 
present owner must be shown. See TMEP §1603.05(a) 
regarding the procedures for establishing ownership. 


Evidence of ownership may be furnished even after expiration 
of the deadline set forth in §8 of the Act. If the party who filed 
the affidavit was the owner of the registration at the time of 
filing, there is no deficiency, and no deficiency surcharge is 
required. 


The procedures for establishing ownership also apply to 
changes of name and other changes of legal entity. 


The notification of acceptance of a §8 affidavit is issued in the 
name of the owner of record, as reflected in the records of the 
Assignment Division of the Office. TMEP §1603.05(c). 


3. Correction of Mistake in Setting Forth the Name of the 
Owner 


If the affidavit or declaration was filed in the name of an 
existing entity that did not own the mark as of the filing date, 
a substitute affidavit or declaration cannot be filed in the name 
of the true owner unless there is time remaining in the grace 
period set forth in §8 of the Act. See §III(D)(1) of this Notice. 
However, if there is no change of name or entity, but a mistake 
is made in setting out the name of the owner of the registration 
in the affidavit, the mistake can be corrected. Jn re Atlanta 
Blue Print Co., 19 USPQ2d 1078 (Comm’r Pats. 1990). 


No deficiency surcharge will be required for correcting a cler- 
ical error in setting forth the name of the owner of the registra- 
tion. 


E. Execution of Affidavit or Declaration 
1. Persons Who May Sign Affidavit or Declaration 


Trademark Rule 2.161(b), 37 C.F.R. §2.161(b), requires that 
the §8 affidavit or declaration include a statement that is signed 
and verified (sworn to) or supported by a declaration under 
§2.20 by a person properly authorized to sign on behalf of the 
owner. A “person who is properly authorized to sign on behalf 
of the owner” is: (1) a person with legal authority to bind the 
owner; or (2) a person with firsthand knowledge of the facts 
and actual or implied authority to act on behalf of the owner; 
or (3) an attorney as defined in 37 C.F.R. §10.1(c) who has 
an actual or implied written or verbal power of attorney from 
the owner. 


Generally, the Office no longer questions the authority of the 
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person who signs a verification, unless there is an inconsistency 
in the record as to the signatory’s authority to sign. The owner 
of the registration and/or the owner’s attorney are in the best 
position to determine who has the knowledge and authority to 
sign a verification. 


2. Date of Execution of Affidavit or Declaration 


Under Trademark Rule 2.161(b), the verified statement must 
be executed on or after the beginning of the filing period 
specified in 37 C.F.R. §2.160(a), ie., on or after the fifth 
anniversary of the date of registration or publication under 
§12(c), or on or after the beginning of each ten-year period after 
the date of registration. Because the purpose of the affidavit is 
to attest to the continued use or excusable nonuse of the mark 
within the time periods specified in §8 of the Act, the affidavit 
cannot be executed before these time periods begin. 


An affidavit filed within the period specified in §8 of the Act, 
but executed before that period, is deficient. The owner of the 
registration will be required to submit a substitute or supple- 
mental affidavit or declaration attesting to use in commerce 
(or excusable nonuse) on or in connection with the goods or 
services within the relevant period specified in §8 of the Act. 


If the §8 affidavit was filed during the relevant period specified 
in §§8(a) and 8(b) of the Act (i.e., between the fifth and sixth 
year after the date of registration or publication under §12(c) 
of the Trademark Act, or within one year before the end of 
any ten-year period after the date of registration), the substitute 
affidavit may be filed before expiration of the relevant period 
for no fee, or after expiration of the relevant period upon 
payment of the deficiency surcharge required under §8(c)(2) 
of the Act. If the §8 affidavit was filed during the grace period, 
the substitute affidavit may be filed before expiration of the 
grace period for no fee, or after expiration of the grace period 
upon payment of the deficiency surcharge. See Trademark Rule 
2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this Notice 
regarding the deadlines for filing §8 affidavits. See also Trade- 
mark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this Notice 
for information about the procedures, deadlines, and fees for 
correcting deficiencies. 


F. Goods and/or Services Set Forth in Affidavit or Declara- 
tion 


1. Goods and/or Services Must be Specified or Expressly Incor- 
porated by Reference 


Sections 8(b)(1) and (2) of the Trademark Act, 15 U.S.C. 
§§1058(b)(1) and (2), and Trademark Rule 2.161(e)(1), 37 
C.F.R. §2.161(e)(1), require that the affidavit or declaration 
specify the goods or services recited in the registration on or 
in connection with which the mark is in use in commerce, and/ 
or the goods or services for which nonuse is claimed. The 
affidavit or declaration may incorporate by reference the identi- 
fication set forth in the registration certificate. Incorporation 
by reference is recommended. 


2. No Goods or Services Listed 


An affidavit or declaration that fails to list or incorporate by 
reference the goods or services in the registration is deficient. 
The owner must file a substitute or supplemental affidavit or 
declaration listing the goods or services, and stating that the 
mark was in use in commerce on or in connection with the 
goods or services during the relevant filing period specified in 
§8 of the Act. If the §8 affidavit was filed during the relevant 
period specified in §§8(a) and 8(b) of the Act (i.e., between 
the fifth and sixth year after the date of registration or publica- 
tion under §12(c) of the Trademark Act, or within one year 
before the end of any ten-year period after the date of registra- 
tion), the substitute affidavit may be filed before expiration of 
the relevant period for no fee, or after expiration of the relevant 
period upon payment of the deficiency surcharge required under 
§8(c)(2) of the Act. If the §8 affidavit was filed during the grace 
period, the substitute affidavit may be filed before expiration of 
the grace period for no fee, or after expiration of the grace period 
upon payment of the deficiency surcharge. See Trademark Rule 
2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this Notice 
regarding the deadlines for filing §8 affidavits. See also Trade- 
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mark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this Notice 
for information about the procedures, deadlines, and fees for 
correcting deficiencies. 


3. Failure to List All Goods or Services Recited in Registration 
An affidavit or declaration that fails to list or incorporate by 
reference all the goods or services to which the affidavit pertains 
is deficient. 


If the affidavit or declaration covers less than all the goods or 


services listed in the registration, and the owner does not, 


expressly indicate an intention to delete the goods or services, 
the Post Registration Section of the Office should confirm that 
the owner intends to delete the goods or services. If the owner 
did not intend to delete the goods, the owner may file a substitute 
or supplemental affidavit or declaration adding the omitted 
goods or services, provided that the owner verifies that the 
mark was in use in commerce on or in connection with the 
goods or services during the relevant filing period specified in 
§8 of the Act. This substitute affidavit may be filed before 
expiration of the relevant deadline set forth in §8 of the Act 
for no fee, or after expiration of the deadline set forth in §8 
of the Act upon payment of the deficiency surcharge required 
by §8(c)(2) of the Act. See Trademark Rule 2.164, 37 C.F.R. 
§2.164, and §III(L) of this Notice for information about the 
procedures, deadlines, and fees for correcting deficiencies. 


If the owner does not file a substitute or supplemental affidavit 
or declaration that the mark was in use in commerce on or in 
connection with the omitted goods or services during the rele- 
vant filing period specified in §8 of the Act, the omitted goods 
or services will be deleted from the registration, and the registra- 
tion will be deemed cancelled as to those items. 


4. Deletion of Goods 


If the owner of the registration intends to delete goods from 
the registration, this should be expressly stated in the affidavit 


or declaration. Trademark Rule 2.161(e)(2), 37 C.F.R. 
§2.161(e)(2). This will avoid an unnecessary inquiry by the 
paralegal as to whether the owner intends to delete the goods 
or services from the registration. 


5. New Goods or Services Cannot be Added 


Goods or services that are not listed in the registration should 
not be set forth in the §8 affidavit. If goods or services not 
listed in the registration are set forth in the affidavit, the Post 
Registration Section of the Office will notify the registrant that 
these items may not be added. 


G. Use in Commerce 


The §8 affidavit must state that the mark is in use in commerce 
on or in connection with the goods or services listed in the 
registration, unless excusable nonuse is claimed. 37 C.F.R. 
§2.161(f)(1). The §8 affidavit need not specify the type of 
commerce (e.g., interstate) in which the mark is used. 


A §8 affidavit that does not state that the mark is in use in 
commerce is deficient. The owner must submit a substitute 
affidavit or declaration stating that the mark was in use in 
commerce on or in connection with the goods or services listed 
in the registration during the relevant period specified in §8 of 
the Act, as follows: 


(1) If the §8 affidavit was filed between the fifth and sixth 
year after the date of registration or publication under §12(c) 
of the Act, the substitute affidavit must state that the mark was 
in use in commerce on or in connection with the goods or 
services before the expiration of the sixth year after the date 
of registration or publication under §12(c); or 


(2) If the §8 affidavit was filed within one year before the 
end of any ten-year period after the date of registration, the 
substitute affidavit must state that the mark was in use in 
commerce on or in connection with the goods or services within 
one year before the end of the ten-year period after the date 
of registration; or 
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(3) If the §8 affidavit was filed during the grace period, the 
substitute affidavit must state that the mark was in use in 
commerce on or in connection with the goods or services before 
the expiration of the grace period. 


If the §8 affidavit was filed during the relevant period specified 
in §§8(a) and 8(b) of the Act (i.e., between the fifth and sixth 
year after the date of registration or publication under §12(c) 
of the Trademark Act, or within one year before the end of 
any ten-year period after the date of registration), the substitute 
affidavit may be filed before expiration of the relevant period 
for no fee, or after expiration of the relevant period upon 
payment of the deficiency surcharge required under §8(c)(2) 
of the Act. If the §8 affidavit was filed during the grace period, 
the substitute affidavit may be filed before expiration of the 
grace period for no fee, or after expiration of the grace period 
upon payment of the deficiency surcharge. See Trademark Rule 
2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this Notice 
regarding the deadlines for filing §8 affidavits. See also Trade- 
mark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this Notice 
for information about the procedures, deadlines, and fees for 
correcting deficiencies. 


If the substitute affidavit does not state that the mark was in 
use in commerce on or in connection with the goods or services 
within the period specified in §8 of the Act, the §8 affidavit 
will not be accepted, and the registration will be cancelled. 
While a substitute affidavit may be filed after the expiration 
of the period specified in §8 of the Act, §8 clearly requires 
that the substitute affidavit attest to use within the time period 
specified in §8 of the Act. 


H. Specimen Showing Current Use of Mark in Commerce 
1. Specimen for Each Class Required 


An affidavit or declaration of continued use must include a 
specimen or facsimile showing current use of the mark for 
each class of goods or services, unless excusable nonuse is 
claimed. Sections 8(b)(1) and (2) of the Trademark Act, 15 
U.S.C. §§1058(b)(1) and (2); Trademark Rule 2.161(g), 37 
C.F.R. §2.161(g). 


The specimen must show use of essentially the same mark as 
the mark shown in the registration on or in connection with 
the goods or services listed in the registration. See TMEP 
§§1603.08 and 1603.10. 


An affidavit or declaration that does not include an acceptable 
specimen for each class of goods or services to which the 
affidavit pertains is deficient. The owner must file substitute 
specimen(s), together with an affidavit or declaration that the 
substitute specimen(s) was in use in commerce on or in connec- 
tion with the goods or services during the relevant period speci- 
fied in §8 of the Act. See §§III(H)(2) below regarding the filing 
of substitute specimen(s). 


Under Trademark Rule 2.161(g)(2), 37 C.F.R. §2.161(g)(2), 
the specimen must be flat and no larger than 8 1/2 inches (21.6 
cm.) wide by 11.69 inches (29.7 cm.) long. If a specimen 
exceeds these size requirements, the Office will create a fac- 
simile of the specimen that meets the requirements of the rule 
(i.e., is flat and no larger than 8 1/2 inches wide by 11.69 
inches long) and put it in the file wrapper. 


2. Substitute Specimen(s) 


If a specimen for any class is omitted or is deficient, the owner 
must file substitute specimen(s), together with an affidavit or 
declaration that the substitute specimen(s) was in use in com- 
merce on or in connection with the goods or services during 
the relevant period specified in §8 of the Act, as follows: 


(1) If the §8 affidavit was filed between the fifth and sixth 
year after the date of registration or publication under §12(c) of 
the Act, the affidavit supporting use of the substitute specimens 
must state that the substitute specimen(s) was in use in com- 
merce before the expiration of the sixth year after the date of 
registration or publication under §12(c), if accurate; or 


(2) If the §8 affidavit was filed within one year before the 
end of any ten-year period after the date of registration, the 
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affidavit supporting use of the substitute specimens must state 
that the substitute specimen(s) was in use in commerce within 
one year before the end of the ten-year period after the date 
of registration, if accurate; or 


(3) If the §8 affidavit was filed during the grace period, the 
affidavit supporting use of the substitute specimens must state 
that the substitute specimen(s) was in use in commerce before 
the expiration of the grace period, if accurate. 


If the §8 affidavit was filed during the relevant period specified 
in §§8(a) and 8(b) of the Act (i.e., between the fifth and sixth 
year after the date of registration or publication under §12(c) 
of the Trademark Act, or within one year before the end of 
any ten-year period after the date of registration), the substitute 
specimen(s) may be filed before expiration of the relevant 
period for no fee, or after expiration of the relevant period upon 
payment of the deficiency surcharge required under §8(c)(2) of 
the Act. If the §8 affidavit was filed during the grace period, 
the substitute specimen(s) may be filed before expiration of 
the grace period for no fee, or after expiration of the grace period 
upon payment of the deficiency surcharge. See Trademark Rule 
2.160(a), 37 C.F.R. §2.160(a), and §III(B) of this Notice 
regarding the deadlines for filing §8 affidavits. See also Trade- 
mark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this Notice 
for information about the procedures, deadlines, and fees for 
correcting deficiencies. 


If the affidavit supporting the substitute specimen(s) does not 
state that the specimen(s) was in use in commerce prior to the 
end of the period specified in §8 of the Act, the §8 affidavit 
will not be accepted, and the registration will be cancelled as 
to any class for which a proper specimen was not provided. 
While a substitute specimen and supporting affidavit may be 
filed after the expiration of the period specified in §8 of the 
Act, §8 clearly requires that the substitute affidavit attest to 
use of the specimen within the time period specified in §8 of 
the Act. 


I. Nonuse of Mark 


Under Trademark Rule 2.161(f)(2), 37 C.F.R. §2.161(f)(2), an 
affidavit or declaration claiming excusable nonuse must recite 
facts and circumstances that clearly demonstrate that nonuse 
is due to special circumstances beyond the owner’s control that 
excuse the nonuse, and is not due to any intention to abandon 
the mark. See TMEP §1603.09 and cases cited therein for 
further information about affidavits claiming excusable nonuse. 


The affidavit or declaration must state when use in commerce 
stopped and give the approximate date when use is expected 
to resume. It must also specify the reason for nonuse, the steps 
being taken to put the mark back in use in commerce, and any 
other pertinent facts. 


The determination of whether the nonuse is excusable is made 
by the Post Registration paralegal. If the paralegal holds that 
the facts set forth do not show excusable nonuse, the owner 
may file supplementary evidence or explanation. If the affidavit 
included a showing of nonuse when filed, no deficiency sur- 
charge will be required for supplementing this showing. 


J. Designation of Domestic Representative 


Under §8(f) of the Trademark Act, 15 U.S.C. §1058(f), and 
Trademark Rule 2.161(h), 37 C.F.R. §2.161(h), if the owner 
of the registration is not domiciled in the United States, the 
affidavit or declaration must include the name and address of 
a United States resident upon whom notices or process in 
proceedings affecting the registration may be served. See TMEP 
§604. 


An affidavit or declaration that does not designate a domestic 
representative is deficient. This deficiency can be cured before 
expiration of the relevant deadline set forth in §8 of the Act 
for no fee, or after expiration of the relevant deadline upon 
payment of the deficiency surcharge required by §8(c)(2) of 
the Act. See Trademark Rule 2.164, 37 C.F.R. §2.164, and 
§III(L) of this Notice for information about the procedures, 
deadlines, and fees for correcting deficiencies. 


K. Response to Office Action 


Upon examination, the Office will issue a notice as to whether 
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an affidavit or declaration is acceptable, or of the reasons for 
refusal. Under Trademark Rule 2.163(b), 37 C.F.R. §2.163(b), 
a response to a refusal must be filed within six months of the 
mailing date of the Office Action, or before the end of the 
relevant filing period set forth in §8 of the Act, whichever is 
later. If no response is received within that time, the registration 
will be cancelled. 


If the §8 affidavit was filed by the owner of the registration 
during the relevant period specified in §§8(a) and 8(b) of the 
Act (i.e., between the fifth and sixth year after the date of 
registration or publication under §12(c) of the Trademark Act, 
or within one year before the end of any ten-year period after 
the date of registration), the owner may correct deficiencies 
before expiration of the relevant deadline set forth in §8 of the 
Act for no fee, or after expiration of the deadline set forth in 
§8 of the Act upon payment of the deficiency surcharge required 
by §8(c)(2) of the Act. If the §8 affidavit was filed during 
the grace period, the owner may correct deficiencies before 
expiration of the grace period for no fee, or after expiration of 
the grace period upon payment of the deficiency surcharge. 
See Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of 
this Notice for information about the procedures, deadlines, 
and fees for correcting deficiencies. 


The registration will be cancelled if an affidavit or declaration 
of continued use or excusable nonuse is not filed before expira- 
tion of the grace period set forth in §8(c)(1) of the Act, or if 
the affidavit or declaration is filed by someone other than the 
current owner of the registration. These deficiencies cannot be 
cured. See 37 C.F.R. §2.164(b) and §III(L)(3) of this Notice. 


L. Correction of Deficiencies 


Trademark Rule 2.164, 37 C.F.R. §2.164, provides for correc- 
tion of deficiencies in an affidavit or declaration of continued 
use or excusable nonuse. 


1. Correcting Deficiencies in Affidavits or Declarations Timely 
Filed Within the Periods Set Forth in Sections 8(a) and 8(b) 
of the Act 


If the owner of the registration timely files the affidavit or 
declaration during the periods set forth in §§8(a) and 8(b) of 
the Act (i.e., between the fifth and sixth year after the date of 
registration or publication under §12(c) of the Trademark Act, 
or within one year before the end of any ten-year period after 
the date of registration), deficiencies may be corrected within 
the relevant period without paying a deficiency surcharge. Defi- 
ciencies may be corrected after the expiration of the relevant 
period, with payment of the deficiency surcharge required by 
§8(c)(2) of the Act. Trademark Rule 2.164(a)(1), 37 C.F.R. 
§2.164(a)(1). 


The deficienc(ies) must be cured within the set period for 
response to the Office Action, i.e., within six months of the 
mailing date of the action, or before the end of the relevant 
filing period set forth in §8 of the Act, whichever is later. 
Trademark Rule 2.163(b), 37 C.F.R. §2.163(b). 


2. Correcting Deficiencies in Affidavits or Declarations Filed 
During the Grace Period 


If the owner of the registration files the affidavit or declaration 
during the six-month grace period under §8(c)(1) of the Act, 
deficiencies may be corrected before the expiration of the grace 
period without paying a deficiency surcharge, or after the expi- 
ration of the grace period upon payment of the deficiency 
surcharge required by §8(c)(2) of the Act. Trademark Rule 
2.164(a)(2), 37 C.F.R. §2.164(a)(2). 


The deficienc(ies) must be cured within six months of the 
mailing date of the Office action. Trademark Rule 2.163(b), 
37 C.F.R. §2.163(b). 


3. Defects That Cannot be Cured After Expiration of Grace 
Period 


The registration will be cancelled if an affidavit or declaration 
of continued use or excusable nonuse is not filed before expira- 
tion of the grace period set forth in §8(c)(1) of the Act, or if 
the affidavit or declaration is filed by someone other than the 
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current owner of the registration. These defects cannot be cured 
unless there is time remaining in the grace period. Trademark 
Rule 2.164(b), 37 C.F.R. §2.164(b). 


M. Petition to Commissioner 


The owner may petition the Commissioner to review the Post 
Registration paralegal’s action on a §8 affidavit under 37 C.F.R. 
§§2.146(a)(2) and 2.165(b). The petition must be filed within 
six months of the mailing date of the action. A petition fee is 
required by 37 C.F.R. §§2.6 and 2.146(c). 


A response to the paralegal’s initial refusal to accept an affidavit 
or declaration is required before filing a petition to the Commis- 
sioner, unless the paralegal directs otherwise. Trademark Rule 
2.165(a), 37 C.F.R. §2.165(a). 


Under Trademark Rule 2.146(j), 37 C.F.R. §2.146(j), if the 
Commissioner denies a petition, the petitioner may file a request 
for reconsideration within two months of the mailing date of 
the decision denying the petition. A second petition fee must 
be paid with the request for reconsideration. 


IV. RENEWAL OF REGISTRATION 
15 U.S.C. §1059. Renewal. 


(a) Subject to the provisions of section 8, each registration 
may be renewed for periods of 10 years at the end of each 
successive 10-year period following the date of registration 
upon payment of the prescribed fee and the filing of a written 
application, in such form as may be prescribed by the Commis- 
sioner. Such application may be made at any time within 1 
year before the end of each successive 10-year period for which 
the registration was issued or renewed, or it may be made within 
a grace period of 6 months after the end of each successive 10- 
year period, upon payment of a fee and surcharge prescribed 
therefor. If any application filed under this section is deficient, 
the deficiency may be corrected within the time prescribed 
after notification of the deficiency, upon payment of a surcharge 
prescribed therefor. 


(b) If the Commissioner refuses to renew the registration, the 
Commissioner shall notify the registrant of the Commissioner's 
refusal and the reasons therefor. 


(c) If the registrant is not domiciled in the United States, 
the registrant shall designate by a written document filed in 
the Patent and Trademark Office the name and address of some 
person resident in the United States on whom may be served 
notices or process in proceedings affecting the mark. Such 
notices or process may be served upon the person so designated 
by leaving with that person or mailing to that person a copy 
thereof at the address specified in the last designation so filed. 
If the person so designated cannot be found at the address 
given in the last designation, such notice or process may be 
served upon the Commissioner. 


A. Requirements for Renewal 


37 C.F.R. §2.183 Requirements for a complete renewal applica- 
tion. 


A complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant’s representative; 


(b) The fee required by §2.6 for each class; 


(c) The additional fee required by §2.6 for each class if the 
renewal application is filed during the six-month grace period 
set forth in section 9(a) of the Act; (d) If the registrant is not 
domiciled in the United States, the name and address of a 
United States resident on whom notices or process in proceed- 
ings affecting the registration may be served; and 


(e) If the renewal application covers less than all the goods 
or services in the registration, a list of the particular goods 
or services to be renewed. 
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(f) If at least one fee is submitted for a multi-class registra- 
tion, but the class(es) to which the fee(s) should be applied 
are not specified, the Office will issue a notice requiring either 
the submission of additional fee(s) or an indication of the 
class(es) to which the original fee(s) should be applied. Addi- 
tional fee(s) may be submitted if the requirements of §2.185 
are met. If the required fee(s) are not submitted and the class(es) 
to which the original fee(s) should be applied are not specified, 
the Office will presume that the fee(s) cover the classes in 
ascending order, beginning with the lowest numbered class. 


B. Time for Filing Application for Renewal 


The application for renewal may be filed within one year before 
the expiration of the registration. There is a grace period of 
six months after the expiration of a registration during which a 
renewal application may be filed with payment of an additional 
grace period surcharge. If no renewal application is filed before 
the end of the grace period, the registration will expire. 15 
U.S.C. §1059(a); 37 C.F.R. §2.182. 


The renewal application may not be filed before the period 
specified in §9 of the Act. If an application for renewal is filed 
more than one year before the expiration date of the registration, 
the Office will advise the registrant that the renewal application 
is premature; of the appropriate time period for filing a renewal 
application; that the fees submitted will be held; and that the 
registrant may file a new application at the appropriate time 
or may request a refund at any time. The prematurely filed 
renewal application will be placed in the file. If a timely renewal 
application is not filed before the end of the grace period, the 
registration will be deemed expired and the fees refunded. 
There is no deficiency surcharge for filing a timely substitute 
renewal application. 


C. Fees 
1. Fee for Filing Application for Renewal 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), and 
Trademark Rule 2.183(b), 37 C.F.R. §2.183(b), a renewal appli- 
cation must include the fee required by §2.6 for each class of 
goods or services for which renewal is sought. 


2. Grace Period Surcharge 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), and 
Trademark Rules 2.6 and 2.183(c), 37 C.F.R. §§2.6 and 
2.183(c), if the renewal application is filed during the six- 
month grace period following expiration of the registration, 
there is an additional grace period surcharge for each class for 
which renewal is sought. 


The grace period surcharge applies only if no filing was made 
within the year before the expiration of the registration. 
Someone who files within one year before the expiration of 
the registration, but corrects a deficiency after expiration of 
the registration, will be subject to the deficiency surcharge 
only. On the other hand, someone who files during the grace 
period and cures a deficiency after expiration of the grace 
period will be subject to both the grace period surcharge (for 
the ability to file the renewal application during the grace 
period) and the deficiency surcharge (for the ability to correct 
a deficiency after the end of the grace period). 


Currently, the grace period surcharge is $100 per class. 
3. Deficiency Surcharge 


Under §9(a) of the Trademark Act, 15 U.S.C. §1059(a), a 
“deficiency surcharge” is required for correcting a deficiency 
after expiration of the relevant deadline specified in §9 of the 
Act. If the renewal application is filed within one year before 
the expiration of the registration, a deficiency surcharge is 
required for correcting deficiencies after expiration of the regis- 
tration. If the renewal application is filed during the grace 
period, a deficiency surcharge is required for correcting defi- 
ciencies after expiration of the grace period. See Trademark 
Rule 2.185, 37 C.F.R. §2.185, and §IV(L) of this Notice for 
further information regarding the procedures, deadlines and 
fees for correcting deficiencies. 
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Only a single deficiency surcharge is required for correcting 
deficienc(ies) in a multi-class registration. Similarly, only a 
single deficiency surcharge is required to correct several defi- 
ciencies within one document. Currently, the deficiency sur- 
charge is $100. 


4. Processing Renewal Application Filed With Insufficient Fees 


A renewal application that does not include sufficient fees to 
cover the filing fee for all the classes to which the application 
pertains (and the grace period surcharge, where applicable) is 
deficient. If the renewal application is filed within one year 
before the expiration of the registration, the deficiency may be 
corrected before expiration of the registration for no fee, or after 
expiration of the registration upon payment of the deficiency 
surcharge required by §9(a) of the Act. If the renewal applica- 
tion is filed during the grace period, the deficiency may be 
corrected before expiration of the grace period for no fee, 
or after expiration of the grace period upon payment of the 
deficiency surcharge required by §9(a) of the Act. See Trade- 
mark Rule 2.185, 37 C.F.R. §2.185, and §IV(L) of this Notice 
for information about the procedures, deadlines and fees for 
correcting deficiencies. 


If the renewal application is accompanied by insufficient fees 
to cover all the classes to which the renewal application pertains, 
and the renewal application includes an authorization to charge 
additional fees to a deposit account, the filing fee (and grace 
period surcharge, where applicable) will be charged to the 
deposit account. If the deposit account authorization is included 
with the renewal application as filed, and the deposit account 
has sufficient funds to cover the fee(s) in question, there is no 
fee deficiency and no deficiency surcharge is required. 


An authorization to charge fees to a deposit account with insuffi- 
cient funds to cover the fee is regarded as a deficiency. 


If a check submitted as payment of a filing fee for a renewal 
application is returned to the Office unpaid, this is also regarded 
as a deficiency. In addition to the deficiency surcharge (where 


applicable), there is a $50 fee for processing the returned check. 
37 C.F.R. §1.21(m). 


If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Post Registration paralegal will issue a notice 
requiring either the submission of additional fee(s) or an indica- 
tion of the class(es) to which the original fee(s) should be 
applied. If the required fee(s) are not submitted and the class(es) 
to which the original fee(s) should be applied are not specified, 
the Office will presume that the fee(s) cover the classes in 
ascending order, beginning with the lowest numbered class. 37 
C.F.R. §2.183(f). 


D. Ownership 


Section 9 of the Trademark Act, 15 U.S.C. §1059, and the 
Trademark Rules of Practice, no longer require that a renewal 
application be filed by the owner of the registration. 


Therefore, if the renewal applicant is not the owner of record, 
the Office will no longer require that the renewal applicant 
show continuity of title from the original registrant before 
granting renewal. 


However, registrations will be renewed in the name of the party 
who is the owner of record of the registration, according to 
the TRAM (Trademark Reporting and Monitoring) System. 
The registration will be renewed in the name of the new owner 
only if the owner: (1) records an assignment or other document 
evidencing change of title with the Assignment Division of the 
Office; and (2) notifies the Post Registration Section of the 
Office at the time the renewal application is filed that the 
document has been recorded with the Assignment Division. 


E. Execution of Renewal Application 


Trademark Rule 2.183(a), 37 C.F.R. §2.183(a), requires that a 
renewal application be signed by “the registrant or the regis- 
trant’s representative.” Verification is not required. 


Generally, the Office no longer questions the authority of the 
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person who signs a renewal application, unless there is an 
inconsistency in the record as to the signatory’s authority to 
sign. The renewal applicant and/or the renewal applicant’s 
attorney are in the best position to determine who is the proper 
party to sign a renewal application. 


Section 9 of the Act, 15 U.S.C. §1059, and the Trademark 
Rules of Practice, no longer require that a renewal application 
be executed within any particular time period. Therefore, the 
Office will accept undated renewal applications, and renewal 
applications with a “stale” date of execution. 


F. Designation of Domestic Representative 


Under §9(c) of the Trademark Act, 15 U.S.C. §1059(c), and 
Trademark Rule 2.183(d), 37 C.F.R. §2.183(d), a renewal appli- 
cant who is not domiciled in the United States must set forth 
the name and address of a United States resident upon whom 
notices or process in proceedings affecting the registration may 
be served. See TMEP §604. 


A renewal application that does not designate a domestic repre- 
sentative is deficient. If the renewal application was filed within 
one year before the expiration of the registration, the designa- 
tion of domestic representative can be filed before expiration 
of the registration for no fee, or after expiration of the registra- 
tion upon payment of the deficiency surcharge required by 
§9(a) of the Act. If the renewal application was filed during 
the grace period, the designation of domestic representative 
can be filed before expiration of the grace period for no fee, 
or after expiration of the grace period upon payment of the 
deficiency surcharge required by §9(a) of the Act. See Trade- 
mark Rule 2.185, 37 C.F.R. §2.185, and §IV(L) of this Notice 
for information about the procedures and fees for correcting 
deficiencies. 


G. Goods and/or Services Set Forth in Application for 
Renewal 


1. Listing of Goods and/or Services Required Only for Partial 
Renewal 


Neither the Trademark Act nor the Trademark Rules of Practice 
require a listing of the goods or services in the registration if 
the renewal application covers all the goods and services in 
the registration. Under Trademark Rule 2.183(e), 37 C.F.R. 
§2.183(e), the renewal application must include a list of the 
goods or services only if the renewal application covers less 
than all the goods or services in the registration. 


2. No Goods or Services Listed 


If no goods or services are specified in the renewal application, 
it will be presumed that renewal is sought for all the goods or 
services in the registration. 


3. Some Goods or Services Listed 


If the renewal application lists only some of the goods or 
services set forth in the registration, it will be presumed that 
renewal is sought for only the goods or services listed, and the 
goods or services omitted from the renewal application will be 
deleted from the registration. If it is unclear whether the renewal 
applicant intends to delete the goods or services, the Post Regis- 
tration Section of the Office should contact the renewal appli- 
cant to confirm that the goods or services are intended to be 
deleted. If the renewal applicant did not intend to delete the 
omitted goods or services, the renewal applicant may file a 
substitute renewal application or supplemental statement 
requesting renewal for additional goods or services. No defi- 
ciency surcharge will be required. 


4. Goods or Services Not Listed in Registration Should Not Be 
Listed in Renewal Application 


Goods or services that are not listed in the registration should 
not be listed in the renewal application. If goods or services 
not listed in the registration are set forth in the renewal applica- 
tion, the Post Registration Section of the Office will notify the 
registrant that these items may not be added. 


H. Use in Commerce or Excusable Nonuse 


Section 9 of the Trademark Act, 15 U.S.C. §1059, no longer 
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requires that a renewal application include an affidavit or decla- 
ration of use in commerce, a specimen of use for each class 
of goods or services, or a showing that any nonuse is due to 
special circumstances that excuse such nonuse, and not due to 
any intention to abandon the mark. 


I. Specimens 


Section 9 of the Trademark Act, 15 U.S.C. §1059, and the 
Trademark Rules of Practice do not require that a renewal 
applicant submit a specimen showing use of the registered 
mark. 


J. Notice of Renewal 


Upon examination, if the renewal application is found accept- 
able, the Office will send the registrant a notice that renewal 
has been granted. No further confirmation will be sent. Effective 
October 30, 1999, the Office will no longer issue an Updated 
Registration Certificate (URC) for each renewed registration. 


K. Response to Office Action 


If the renewal application is not acceptable, the Office will 
notify the renewal applicant of the reasons for refusal. 15 U.S.C. 
§1059(b); 37 C.F.R. §2.184(b). Under Trademark Rule 
2.184(b), 37 C.F.R. §2.184(b), aresponse to a refusal of renewal 
must be filed within six months of the mailing date of the Post 
Registration paralegal’s Office Action, or before the expiration 
date of the registration, whichever is later, or the registration 
will expire. 

The renewal applicant may correct deficiencies if the require- 
ments of Trademark Rule 2.185, 37 C.F.R. §2.185, are met. 
See §1V(L) of this Notice for information about the procedures 
and fees for correcting deficiencies. 


L. Correction of Deficiencies 


1. Correcting Deficiencies in Renewal Applications Filed 
Within the Year Before the Expiration Date of the Registration 


If the renewal application is filed within one year before the 
expiration date of the registration, deficiencies may be corrected 
before the expiration date without paying a deficiency sur- 
charge, or after the expiration date with payment of the defi- 
ciency surcharge required by §9(a) of the Act. Trademark Rule 
2.185(a)(1), 37 C.F.R. §2.185(a)(1). 


The deficienc(ies) must be cured within the set period for 
response to the Post Registration paralegal’s Office Action, 
i.e., within six months of the mailing date of the action, or 
before the expiration date of the registration, whichever is later. 
Trademark Rule 2.184(b), 37 C.F.R. §2.184(b). 


2. Correcting Deficiencies in Renewal Applications Filed 
During the Grace Period. 


If the renewal application is filed during the grace period, 
deficiencies may be corrected before the end of the grace period 
without paying a deficiency surcharge, or after the expiration 
of the grace period with payment of the deficiency surcharge 
required by §9(a) of the Act. Trademark Rule 2.185(a)(2), 37 
C.F.R. §2.185(a)(2). 


The deficienc(ies) must be cured within six months of the 
mailing date of the Office Action. Trademark Rule 2.184(b), 
37 C.F.R. §2.184(b). 


3. Untimely Filing Cannot be Cured 


If the renewal application is not filed before the end of the 
grace period set forth in §9(a) of the Act, 15 U.S.C. §1059(a), 
the registration will expire. The untimely filing of a renewal 
application cannot be cured. 37 C.F.R. §§2.182 and 2.185(b). 


M. Petition to Commissioner 


The registrant may petition the Commissioner to review the 
Office action on a renewal application under Trademark Rules 
2.146(a)(2) and 2.186(b), 37 C.F.R. §§2.146(a)(2) and 2.186(b). 
The petition must be filed within six months of the mailing 
date of the action. A petition fee is required by 37 C.F.R. §§2.6 
and 2.146(c). 
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A response to the initial refusal to renew a registration is 
required before filing a petition to the Commissioner, unless 
the Office action directs otherwise. 37 C.F.R. §2.186(a). 


Under Trademark Rule 2.146(j), 37 C.F.R. §2.146(j), if the 
Commissioner denies a petition, the petitioner may file a request 
for reconsideration within two months of the mailing date of 
the decision denying the petition. A second petition fee must 
be paid with the request for reconsideration. 


V. AFFIDAVIT OR DECLARATION OF INCONTEST- 
ABILITY UNDER SECTION 15 


A. Type of Commerce No Longer Required 


The affidavit or declaration of incontestability under §15 of 
the Trademark Act, 15 U.S.C. §1065 (§15 affidavit), need not 
specify the type of commerce (e.g. interstate) in which the 
mark is used. 


B. Persons Who May Sign Affidavit or Declaration 


The §15 affidavit must be signed and verified (sworn to) or 
supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the owner of the registration. 
A “person who is properly authorized to sign on behalf of the 
owner” is: (1) a person with legal authority to bind the owner; 
or (2) a person with firsthand knowledge of the facts and actual 
or implied authority to act on behalf of the owner; or (3) an 
attorney as defined in 37 C.F.R. §10.1(c) who has an actual 
or implied written or verbal power of attorney from the owner. 


Generally, the Office no longer questions the authority of the 
person who signs a §15 affidavit, unless there is an inconsis- 
tency in the record as to the signatory’s authority to sign. 


VI. COMBINED FILINGS 


A. Section 8 Affidavit Combined with Section 9 Renewal 
Application 


Under Trademark Rule 2.166, 37 C.F.R. §2.166, an affidavit 
or declaration under §8 of the Act and a renewal application 
under §9 of the Act may be combined into a single document, 
provided that the document meets the requirements of both 
§§8 and 9 of the Act. 


The filing fee for the combined §8 and §9 filing is the sum of 
the cost of the individual filings. For example, if the filing fee 
for the §8 affidavit is $100 per class, and the filing fee for the 
renewal application is $300 per class, the filing fee for the 
combined §8 and 9 document is $400 per class. 


If the combined §8 and §9 document is filed during the grace 
period, the filing fees per class and the grace period surcharge 
per class must be paid for both the §8 affidavit and the §9 
renewal application. 


Example: A registration expires on December |, 1999. A 
combined §8 and §9 document is filed January 1, 2000, during 
the six-month grace period. The proper fees are as follows: (1) 
filing fee for the §8 affidavit, per class, (2) grace period sur- 
charge for the §8 affidavit, per class, (3) filing fee for the §9 
renewal application, per class, and (4) grace period surcharge 
for the §9 renewal application, per class. 


Failure to include the proper fees is a deficiency that may 
require a deficiency surcharge. See §§III(L) and IV(L) of this 
Notice for information about the procedures, deadlines, and 
fees for correcting deficiencies 


Only a single deficiency surcharge is required for curing defi- 
cienc(ies) in a combined §8 and §9 filing, even if both the §8 
affidavit and the §9 renewal application are deficient. Similarly, 
only a single deficiency surcharge is required to correct several 
deficiencies within one document. 


The Office provides a form for a combined “Section 8 and 9” 
filing. The form is available on the Office’s home page at 
WwWw.uspto.gov 
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B. Combining Section 8 Affidavit With Section 15 Affidavit 


Under Trademark Rule 2.168(a), 37 C.F.R. §2.168(a), the affi- 
davit or declaration filed under §15 of the Act may be combined 
with the affidavit or declaration required by §8 of the Act, if 
the affidavit or declaration meets the requirements of both §§8 
and 15. 


The filing fee for the combined §8 and §15 affidavit or declara- 
tion is the sum of the cost of the individual filings. For example, 
if the filing fee for the §8 affidavit is $100 per class, and the 
filing fee for the §15 affidavit is $100 per class, the filing fee 
for the combined affidavit or declaration under §§8 and 15 is 
$200 per class. 


If the combined §8 and §15 affidavit is filed during the §8 
grace period, the grace period surcharge per class for the §8 
affidavit must be paid. There is no “grace period surcharge” 
for a §15 affidavit. 


If a combined §8 and §15 affidavit is filed, and the §8 affidavit 
is deficient, the deficiency may be corrected before expiration 
of the relevant deadline set forth in §8 of the Act for no fee, 
or after expiration of the relevant deadline upon payment of 
the deficiency surcharge required by §8(c)(2) of the Act. See 
Trademark Rule 2.164, 37 C.F.R. §2.164, and §III(L) of this 
Notice for information about the procedures, deadlines, and 
fees for correcting deficiencies in a §8 affidavit. There is no 
“deficiency surcharge” for the §15 affidavit. 


The Office provides a form for a combined “Section 8 and 15” 
affidavit or declaration. The form is available on the Office’s 


home page at www.uspto.gov. 


VII. SIGNATURE OF REQUESTS TO AMEND, COR- 
RECT, OR SURRENDER A REGISTRATION 


A request for amendment or correction of a registration under 
§7 of the Trademark Act, 15 U.S.C. §1057, must be signed 
and verified (sworn to) or supported by a declaration under 
§2.20 by the registrant. 37 C.F.R. §§2.173 and 2.175. An appli- 
cation to surrender a registration must be signed by the regis- 
trant. 37 C.F.R. §2.172. The following persons are authorized 
to sign on behalf of the registrant: (1) a person with legal 
authority to bind the owner; or (2) a person with firsthand 
knowledge of the facts and actual or implied authority to act 
on behalf of the owner; or (3) an attorney as defined in 37 
C.F.R. §10.1(c) who has an actual or implied written or verbal 
power of attorney from the owner. Generally, the Office no 
longer questions the authority of the person who signs on behalf 
of the registrant, unless there is an inconsistency in the record 
as to the signatory’s authority to sign. 


Vill. UPDATING AUTOMATED RECORDS TO SHOW 
THE STATUS OF REGISTRATIONS 


The Office’s automated records will be regularly updated to 
indicate the status of registrations as follows: 


(1) In the case of a registration for which an affidavit of use 
under §8 of the Act, 15 U.S.C. §1058, is due, if Office records 
show that the registrant has not filed a §8 affidavit within one 
year after the filing due date, the automated records will be 
updated to indicate that the registration is cancelled. See §III(B) 
of this Notice regarding the due dates for §8 affidavits. 


(2) In the case of a registration for which a renewal applica- 
tion under §9 of the Act, 15 U.S.C. §1059, is due, if Office 
records show that the registrant has not submitted a renewal 
application one year after the expiration of the previous term, 
the automated record will be updated to indicate that the regis- 
tration is expired. 


(3) If the applicant has submitted a timely §8 affidavit and/ 
or application for renewal, the Office records will be updated 
to indicate receipt of the paper and the action taken on the 
paper. 


October 29, 1999 ROBERT M. ANDERSON 


Acting Assistant Commissioner 
for Trademarks 
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TRADEMARK POST REGISTRATION 


Trademark Rule 2.165 Requirement 
Where A Section 8 Affidavit Or 
Declaration Is Held Insufficient 


(191) 


Several recent Petitions to the Commissioner have indicated 
a failure on the part of registrants and their attorneys to follow 
the requirements of Trademark Rule 2.165. Therefore, 
reviewing certain basic elements of this rule is considered 
timely so as to alert registrants and attorneys to technical errors 
which might lead to the cancellation of a valuable trademark 
registration. 


Part (a) of Rule 2.165 indicates that the examiner will notify 
the registrant when an affidavit or declaration of use under 
Section 8 of the Statute is insufficient and the reasons therefor. 
When the registrant wishes the examiner to reconsider the 
affidavit or declaration, or when the registrant has taken addi- 
tional steps to rectify the deficiencies and desires to have the 
examiner reconsider the affidavit or declaration in light of those 
steps, the request for reconsideration must be submitted within 
6 months of the date of mailing of the notice of insufficiency. 

Note, however, that a supplemental or substitute affidavit or 
declaration required by Section 8 cannot be considered unless 
it is received before the expiration of the six year anniversary 
of the registration. Consequently, registrants should file their 
affidavits as early as possible during the sixth year following 
registration. 


There are situations where correcting the deficiency in the 
affidavit or declaration requires recording an assignment with 
the Assignment Division of this Office. If the recording cannot 
be completed within 6 months, the registrant must at least 
respond to the examiner’s notice of insufficiency within that 
period. The response must indicate the steps being taken to 
correct the deficiency. The examiner can then allow the regis- 
trant additional time or suspend action depending on the circum- 
stances. Registrants must always observe the “six month 
response” period whenever responding to the examiner from 
an adverse action. 


Part (b) of Rule 2.165 permits a registrant to request the 
Commissioner to review the action of the examiner when he 
is dissatisfied with that action. Review by the Commissioner 
should be sought only where it is believed that the examiner 
has erred in his action. In other words, the Commissioner’s 
role is to review the correctness of the examiner’s action and 
not to serve as an alter ego of the examiner before whom the 
registrant may seek to correct deficiencies. 


When review by the Commissioner has been sought, the 
decision on that request constitutes the final action of the Patent 
and Trademark Office. If no review by the Commissioner is 
sought and if no request for reconsideration of an examiner’s 
action is timely filed, the Commissioner will notify the regis- 
trant of the deficiency in the affidavit or declaration after the 
sixth year has expired. Such notice is never mailed prior to the 
expiration of the sixth year following registration nor until a 
reasonable time has elapsed following a six month period from 
the last action mailed by this Office. This notice constitutes 
the final action of the Patent and Trademark Office in those 
cases where the Commissioner’s review has not been sought. 
Once this notice has been mailed, it is too late (under the Rules 
of Practice) to request the Commissioner to review the action 
of the examiner. Review would only be proper if an affiant 
could show circumstances sufficient to suspend the finality 
element of Rule 2.165(b) pursuant to Rule 2.148. 

Registrants will be held to strict compliance with Rule 2.165 
as it has been briefed above. Therefore, parties are urged to 
respond fully as soon as possible after an action is received 
from the examiner. 


BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks. 


Dec. 12, 1977 


[966 TMOG 80] 
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(192) Late-Filed Renewal Fees 

Sections 9 and 31 of the Lanham Act (15 U.S.C. §§ 1095 
and 1113) require that an additional five dollar ($5.00) fee be 
submitted by a registrant who files a renewal application during 
the three-month period following expiration of its registration. 
The language of the statute requires that this additional fee be 
submitted within the three-month grace period. A number of 
registrants who have failed to submit the additional fee within 
the prescribed period have petitioned the Commissioner to 
allow their renewal applications. The Commissioner has 
granted petitions of this kind where the registrant or its attorney 
maintained a Patent and Trademark Office deposit account 
which contained, on the date the renewal application was filed, 
sufficient funds to cover the additional fee. Specifically, the 
Commissioner has exercised discretion under Trademark Rules 
2.146(a)(3) and 2.147 to deem the authorizations to charge the 
deposit accounts to have taken place at the time the registrants 
filed their renewal applications, even though the authoriza- 
tions were not confirmed until a later date. This Office policy 
was established by the Commissioner’s decision in Jn re Ralston 
Purina Co., 191 USPQ154 (Comr. Pats. 1976). 


The policy established by the Ralston Purina decision is 
being changed. Henceforth, the Commissioner will no longer 
exercise discretion to charge deposit accounts nunc pro tunc 
for trademark renewal application fees. To allow an authoriza- 
tion to charge a deposit account to relate back to a date on 
which no actual authorization existed is, in effect, to allow late 
payment. It is inequitable to permit those registrants who have 
deposit accounts (or those whose attorneys have such accounts) 
to make late payment of renewal fees, while those without 
deposit accounts may not. 

Petitions relying on Ralston Purina will, after the date of 
this notice, be denied, unless the events that gave rise to those 
petitions occurred before publication of this notice. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Feb. 20, 1981 


[1004 TMOG 29] 


(193) Renewal Applications and 


Section 8 Affidavits 


There has been a noticeable increase in the number of peti- 
tions requesting provisional acceptance of defectively executed 
Section 8 Affidavits and Renewal Applications under 35 U.S.C. 
§ 26, the most common problem being a lack of notarization 
or a Rule 2.20 declaration. Often, such petitions are necessitated 
by the failure of registration owners to file the documents early 
enough to leave time in which to correct should they prove 
defective. 


Section 8 Affidavits may be filed beginning with the fifth 
anniversary of the registration. The period for filing expires 
on the sixth anniversary of the registration. The period for filing 
Renewal Applications begins six months before the twentieth 
anniversary of the registration and extends three months beyond 
the expiration of the twenty year term. While the Post Registra- 
tion Division may allow up to six months to respond to a notice 
of defect, it may not allow corrective action beyond the period 
for filing established by the Trademark Act. It is therefore in 
the registrant’s best interest to file such documents as close to 
the opening date as possible to allow time for correction, if 
necessary. Provisional acceptance under 35 U.S.C. § 26 has 
been, and will continue to be, given narrow application. Regis- 
trants should not rely on 35 U.S.C. § 26 as a means of acquiring 
an extension of time. 


We have also become aware of many delays caused by 
defects in the chain of title. Registrants are encouraged to keep 
Patent and Trademark Office assignment records current with 
regard to ownership of registrations. 


The filing of Post Registration documents at the earliest date 
and mainten ance of assignment records will help to avoid 
the cancellation or expiration of registrations of trademarks 
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currently in use, and will result in a savings of time and expense 
for both the registrant and the Patent and Trademark Office. 


Apr. 19, 1983 MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


[1030 TMOG 37] 


(194) Trademark Examining Operation 

Effective Dec. 1, 1983, all requests presented to the Patent 
and Trademark Office under the provisions of Section 7 of the 
trademark statute (15 U.S.C. 1057) will be considered by the 
Post Registration Section of the Trademark Examining Opera- 
tion. 

Necessary telephone inquiries concerning procedure or status 
should be directed to 703-557-1986. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Dec. 2, 1983 


[1038 TMOG 256] 


(195) Helpful Hints 

e Trademark Post Registration - Failure to Specify Type of 
Commerce in Section 8 Affidavits or Declarations—Section 
8(a) of the Trademark Act requires that before the end of 
the sixth year following registration, an affidavit must be 
filed showing that the “mark is in use in commerce.” [15 
U.S.C. 1058a]. 

The Trademark Rules require that all Section 8(a) affida- 
vits or declarations “state that the registered mark is in use 
in commerce and specify the nature of such commerce.” [37 
C.F.R. Section 2.162(e)]. 

The affidavit or declaration must be filed between the fifth 
and sixth year following the date of registration and it must 
contain a statement that the “mark is in use in commerce,” 
with evidence thereof. There may be no extensions of time 
beyond the sixth year for submission of this state- ment and 
evidence of use of the mark in commerce. However, if the 
timely-filed affidavit or declaration does not set forth the 
type of commerce, the registrant will be given six months 
to submit that information even though the sixth year may 
have expired. The rules do not provide for any further exten- 
sions of time beyond the six months. (Carlisle Walters, 703- 
557-3061) 


e Backlogs in Trademark Renewals and Section 8 Affidavits 
and Declarations—Registrants are advised that a backlog 
currently exists in the processing of Trademark Renewals 
and Section 8 affidavits and declarations. While the Patent 
and Trademark Office conducts a preliminary review of crit- 
ical elements in order to notify registrants of statutory defi- 
ciencies prior to the expiration of the statutory period for 
the submission of required documents, the ultimate responsi- 
bility for complying with the requirements of the statute and 
the rules rests with the registrant. (Carlisle Walters,703-557- 
3061) 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


July 1, 1988 


[1092 TMOG 11] 


(196) Section 8 Requirements 


For Trademark Registrations 


Any registrant who files in the Patent and Trademark Office, 
on or after November 16, 1989, an affidavit or declaration 
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under Section 8 of the Trademark Act will be required to 
comply with the requirements of the Trademark Law Revision 
Act of 1988 [Title | of Pub. L. 100-667, 102 Stat. 3935 (15 
U. S. C. 1051)], which takes effect on November 16, 1989. 
The Trademark Law Revision Act amends 15 U. S. C. 1058(a) 
by adding the requirement that a registrant submit an affidavit 
“setting forth those goods or services recited in the registration 
on or in connection with which the mark is in use in commerce 
and attaching to the affidavit a specimen or facsimile showing 
current use of the mark....” 


For Section 8 affidavits or declarations filed on or after 
November 16, 1989, the Patent and Trademark Office will 
require registrants to specify the goods and services to which 
the Section 8 affidavit or declaration pertains. The registrant 
may comply with the requirement for specification of its goods 
and services by listing each of the goods and services to which 
the Section 8 affidavit or declaration pertains or by making an 
all-encompassing reference to the goods and services recited 
in the registration (e.g., “The mark is in use in connection with 
all the goods and services recited in the registration.” or The 
mark is in use in connection with all the goods and services 
recited in the registration, with the exception of ...”. The Patent 
and Trademark Office prefers that the registrant use an all- 
encompassing reference to its goods and services as the method 
of specification, especiallly where the mark is registered for 
numerous goods and services. 


If the registrant fails to file, before the end of the sixth year 
following registration, a Section 8 affidavit or declaration that 
sets forth goods and services in connection with which the 
mark is in use, the registration will be cancelled. Similarly, those 
goods or services recited in the registration but not specified in 
a Section 8 affidavit or declaration filed before the end of 
the sixth year following registration will be deleted from the 
registration. After the end of the sixth year following registra- 
tion, the Patent and Trademark Office will not accept a substi- 
tute Section 8 affidavit or declaration filed to correct registrant’s 


failure to specify, or to specify completely, the goods and 
services on or in connection with which the mark is in use. 


A Section 8 affidavit or declaration filed on or after 
November 16, 1989 must include a specimen or facsimile 
showing current use of the registered mark. The registrant will 
be required to file one specimen or facsimile for each class of 
goods or services to which the registration pertains. For a single- 
class registration covering multiple goods or services, only one 
specimen or facsimile showing current use of the mark on one 
of the goods or services in that class will be required. Similarly, 
for a mulitiple-class registration, the registrant will be required 
to file, for each class of goods or services covered by the 
multiple-class registration, one specimen or facsimile showing 
current use of the mark on one of the goods or services in that 
class. 


If the registrant fails to file, before the end of the sixth year 
following registration, an affidavit or declaration that includes 
a proper specimen or facsimile for each class of goods or 
services to which the registration pertains, the registration will 
be cancelled as to that class of goods or services. After the 
end of the sixth year following registration, the Patent and 
Trademark Office will not accept a substitute Section 8 affidavit 
or declaration filed to correct the omission of a proper specimen 
or facsimile. 


June 15, 1989 Jeffery M. Samuels 


Assistant Commissioner for Trademarks 


[1104 TMOG 22] 


(197) Renewal of Trademark Registrations 


(Revised) 


This supersedes the notice that appeared in the Official 
Gazette on May 2, 1989; (1102 TMOG 5): 
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The Trademark Law Revision Act of 1988 [Title | of Pub. 
L. 100-667, 102 Stat. 3935 (15 U.S.C. 1051)], which takes 
effect on November 16, 1989, amends 15 U.S.C. 1059(a) to 
reduce the renewal term of a registration from twenty years to 
ten years from the end of the expiring period of the registration. 


Any registration whose expiration date is prior to November 
16, 1989, shall be renewed, upon proper application, from the 
end of the expiring period for: 


(a) twenty years if the renewal is granted prior to November 
16, 1989, or 


(b) ten years if the renewal is granted on or after November 
16, 1989, regardless of the renewal application filing date. 


Any registration whose expiration date is on or after 
November 16, 1989, shall be renewed, upon proper application, 
for ten years from the end of the expiring period, regardless 
of the renewal application filing date. 


The present practice of notification of renewal will continue. 
However, the updated renewal certificate issued by the PTO 
will be modified to specifically indicate the length of the 
renewal period. The notice of renewal appearing in the Trade- - 
mark Official Gazette will be modified to indicate the date of 
the acceptance of renewal. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


August 16, 1989 


[1106 TMOG 25] 


Patent and Trademark Fees 
for Fiscal Year 2000 


(198) 


The Commissioner of Patents and Trademarks is authorized 
by 35 U.C. 41(f) and 15 U.C. 1113(a) to adjust ecertain fees 
annually to reflect fluctuations in the Consumer Price Index 
(CPI). There will be no adjustment to patent or trademark fees 
to reflect fluctuations in the CPI for fiscal year 2000. However, 
the Patent and Trademark Office (PTO) is considering legisla- 
tive changes to adjust several patent and trademark fees, which 
could become effective in fiscal year 2000, to reflect changes 
in costs among business line activities, products and services. In 
addition, the Advance Notice of Proposed Rulemaking entitled 
“Changes to Implement the Patent Business Goals” that was 
published in the Federal Register at 63 Fed. Reg. 53530 
(October 5, 1999) and in the Official Gazette of the Patent and 
Trademark Office at 1215 OG 87 (October 27, 1998) would 
establish several new fees if it became a final rule. Future rule 
notices may also have an impact on patent and trademark fees. 


Patent and trademark customers may wish to refer to the 
official PTO Web site (www.uspto.gov) for the most current 
fee amounts. Official notices of any fee changes will appear 
in the Federal Register and the Official Gazette of the Patent 
and Trademark Office. 


Questions or comments concerning this notice should be 
forwarded to Matthew Lee by telephone at (703) 305-8051, or 
by fax at (703) 305-8007. 


August 20, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary 

of Commerce and 

Acting Commissioner of Patents 


and Trademarks 


[1226 TMOG 44] 
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(199) Certain Fees to be Adjusted 

The House and Senate passed on November 19, 1999, the American Inventors Protection Act of 1999 as part of the conference 
report (H. Rpt. 106-479) on H.R. 3194, Consolidated Appropriations Act, Fiscal Year 2000. The text of the American Inventors 
Protection Act of 1999 is contained in Title IV of S. 1948, the Intellectual Property and Communications Omnibus Reform Act 
of 1999, which is incorporated by reference in Division B of the conference report. This bill contains language that will decrease 


certain patent fees and increase certain trademark fees as shown below. The President is expected to sign the legislation. However, 
the Patent and Trademark Office (PTO) does not know when the President will sign the legislation. 


A final rule amending the rules of practice in patent and trademark cases to indicate the new fee amounts will be published 
in the Federal Register. This notice constitutes the publication requirement for the Official Gazette of the Patent and Trademark 
Office. The final rule and the new PTO fee schedule will be posted to the PTO Web site in the near future. 


The effective date for the amendments to the fee amounts in 37 CFR 1.16, 1.20, and 1.492 (shown in bold) will be 30 days 
after the enactment date of H.R. 3194 (S. 1948), that is, 30 days after the President signs the legislation. The effective date for 
the amendments to the fee amounts in 37 CFR 1.17 and 2.6 (shown in italics) will be January 10, 2000. 


Section 1.53(d), which relates to a continued prosecution application (CPA), is not being revised by H.R. 3194 (S. 1948). 
However, it should be noted that section 1.53(d)(3) requires payment of the basic filing fee as set forth in 37 CFR 1.16. 


Patent and trademark customers are responsible for paying the correct fee amounts. We advise our customers to refer to the 
official PTO Web site (www.uspto.gov), or contact the PTO General Information Services Division at (703) 308-4357 or (800) 
PTO-9199 for the most current fee amounts and information. 


Patent Fees 


37 CFR Sec. Description Current Fee New Fee 
Amount Amount 


Basic filing fee — Utility $760 $690 
Basic filing fee — Utility (Small Entity) $380 $345 
Basic filing fee — Utility (CPA) $690 
1.16(a) Basic filing fee — Utility (CPA) (Small Entity) $345 
1.16(h) | Reissue filing fee $690 
1.16(h) Reissue filing fee (Small Entity) $345 
1.16(h) | Reissue filing fee (CPA) $690 
Reissue filing fee (CPA) (Small Entity) $345 
1.17(r) Filing a submission after final rejection (1.129(a)) $690 


1,17(r) Filing a submission after final rejection (1.129(a)) $345 
(Small Entity) 


1.17(s) Per additional invention to be examined (1.129(b)) $690 


1.17(s) Per additional invention to be examined (1.129)b)) $345 
(Small Entity) 


1,20(e) Maintenance fee — due at 3.5 years $830 


1.20(e) Maintenance fee — due at 3.5 years (Small Entity) $415 


1.492(a)(2) ISA — US. $690 
1.492(a)(2) ISA — U.S. (Small Entity) $345 


Trademark Fees 


37 CFR Sec. Description Current Fee New Fee 
Amount Amount 
2.6(a)(1) Application for registration, per class $245 $325 
2.6(a)(4) Extension for filing Statement of Use, per class $100 $150 


2.6(a)(5) Application for renewal, per class $300 $400 



































2.6(a)(13) Filing section 15 affidavit, per class $200 
2.6(a)(16) Petition for cancellation, per class $200 $300 
2.6(a)(17) Notice of opposition, per class $200 $300 


Questions or comments concerning this notice should be forwarded to Matthew Lee by telephone at (703) 305-8051, by e- 
mail at matthew.lee@uspto.gov, or by facsimile at (703) 305-8007, or by mail marked to his attention and addressed to the 
Commissioner of Patents and Trademarks, Office of Finance, Crystal Park 1, Suite 802, Washington, D.C. 20231. 


November 24, 1999 Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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(200) DEPARTMENT OF COMMERCE 


Patent and Trademark Office 
37 CFR Parts 1 and 2 
[Docket No. 991105297-9297-01] 
RIN 0651-AB01 


Revision of Patent and Trademark Fees 
for Fiscal Year 2000 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final Rule. 


SUMMARY: The Patent and Trademark Office (PTO) is 
amending the rules of practice in patent and trademark cases 
to adjust certain patent fee amounts to conform to the fee 
amounts set by law in the American Inventors Protection Act 
of 1999 as part of the conference report (H. Rep. 106-479) on 
H.R. 3194, Consolidated Appropriations Act, Fiscal Year 2000. 
The text of the American Inventors Protection Act of 1999 is 
contained in title IV of S. 1948, the Intellectual Property and 
Communications Omnibus Reform Act of 1999, which is incor- 
porated by reference in Division B of the conference report. 
The PTO is also adjusting certain trademark fee amounts to 
recover the cost of all trademark activities as provided for in 
H.R. 3194 (S. 1948). In addition, the PTO is adjusting, by a 
corresponding amount, two patent fees that track the basic 
filing fee. 


EFFECTIVE DATES: The amendments to 37 CFR 1.16, 1.20, 
and 1.492 are effective on December 29, 1999. The amendments 
to 37 CFR 1.17 and 2.6 are effective on January 10, 2000. 


FOR FURTHER INFORMATION CONTACT: Matthew 
Lee by telephone at (703) 305-8051, by e-mail at matthew.- 
lee@uspto.gov, by facsimile at (703) 305-8007, or by mail 
marked to his attention and addressed to the Commissioner of 
Patents and Trademarks, Office of Finance, Crystal Park 1, 
Suite 802, Washington, D.C. 20231. 


SUPPLEMENTARY INFORMATION: This final rule 
adjusts certain patent fees in accordance with the Consolidated 
Appropriations Act, Fiscal Year 2000 (H.R. 3194), which incor- 
porates the Intellectual Property and Communications Omnibus 
Reform Act of 1999 (S. 1948), and adjusts certain trademark 
fees to recover costs. 


Background 


Section 31(a) of the Trademark Act of 1946 (15 U.S.C. 1113(a)) 
authorizes the Commissioner of Patents and Trademarks to 
annually adjust the fees established for the filing and processing 
of trademark applications, for the registration of trademarks 
and other marks, and for all other services performed by the 
PTO related to trademarks and other marks, to reflect aggregate 
fluctuations in the Consumer Price Index (CPI) during the 
previous twelve months. Trademark processing fees have not 
been adjusted since 1993, when the application fee was 
adjusted. Other trademark fees have not been changed since 
1982. 


As aresult of increases in filings, efforts to reduce the pendency 
of trademark applications before the PTO, and to reduce the 
backlog of unexamined cases, the PTO has hired additional 
trademark examining attorneys and instituted an electronic 
filing system for trademark applications. Current trademark 
fee rates are insufficient to recover these additional costs. In 
addition, the PTO has employed activity-based cost accounting 
principles and systems on an agency-wide basis to measure the 
full cost of patent and trademark activities, including indirect 
costs.To fully recover the cost of all trademark activities, 
including indirect trademark operation costs, the PTO needs 
to adjust trademark fees sufficiently to recover an estimated 
$30 million in fiscal years 2000 and 2001. H.R. 3194 (S. 1948) 
authorizes the Commissioner to make such an adjustment to 
trademark fees. 


Patent fees were adjusted in 1998 as a result of Public Law 
105-358. Public Law 105-358 set: 
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(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 
U.S.C. 41(a)(4)(A)) at $760 ($380 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the International Searching Authority (ISA) 
but not the International Preliminary Examining Authority 
(IPEA) (35 U.S.C. 41(a)(10)) at $760 ($380 for a small entity); 
and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) at 
$940 ($470 for a small entity). 


The Commissioner may also adjust fees set forth in 35 U.S.C. 
41(a) and (b) to reflect any fluctuations in the Consumer Price 
Index (CPI) during the previous twelve months. See 35 U.S.C. 
41(f). With the recent implementation of activity-based cost 
accounting principles and systems on an agency-wide basis, 
the PTO recognized that patent fee revenue has been partially 
offsetting the indirect trademark operation costs. Since H.R. 
3194 (S. 1948) authorizes the Commissioner to adjust trade- 
mark fees to fully cover the costs of trademark operations, an 
adjustment to selective patent fees is necessary in fiscal year 
2000 because those fees will no longer be needed to offset 
indirect trademark operation expenses. Thus, H.R. 3194 (S. 
1948) reduces: 


(1) the basic filing fee for an original utility patent application 
(35 U.S.C. 41(a)(1)(A)) or a reissue patent application (35 
U.S.C. 41(a)(4)(A)) to $690 ($345 for a small entity); 


(2) the basic national fee for an international application in 
which the PTO was the ISA but not the IPEA (35 U.S.C. 
41(a)(10)) to $690 ($345 for a small entity); and 


(3) the first patent maintenance fee (35 U.S.C. 41(b)(1)) to 
$830 ($415 for a small entity). 


This final rule conforms the patent fees set forth in 37 CFR 
1.16(a) and (h), 1.20(e), and 1.492(a)(2) to the fee amounts 
specified in H.R. 3194 (S. 1948). Specifically, §§ 1.16(a) and 


(h), and 1.492(a)(2) are amended to correspond to the patent 
fees specified in amended 35 U.S.C. 41(a). Section 1.20(e) is 
amended to indicate the patent fee specified in amended 35 
U.S.C. 41(b). This final rule also adjusts two patent fees that 
track the basic filing fee. Sections 1.17(r) and (s) are reduced 
to correspond to the basic filing fee provided in 35 U.S.C. 
41(a)(1)(A), as amended by H.R. 3194 (S. 1948). 


Section 1.53(d), which relates to a continued prosecution appli- 
cation (CPA), is not being revised by this final rule. However, 
it should be noted that section 1.53(d)(3) requires payment of 
the basic filing fee as set forth in 37 CFR 1.16. 


Section 41(g) of title 35, United States Code, provides that new 
fee amounts established by the Commissioner under section 41 
may take effect 30 days after notice in the Federal Register 
and the Official Gazette of the Patent and Trademark Office. 


In addition, this final rule adjusts trademark fees set forth in 
37 CFR 2.6(a)(1), (a)(4), (a)(5), (a)(13), (a)(16), and (a)(17), 
to recover costs. 


Section 31 of the Trademark Act of 1946 (15 U.S.C. 1113(a)), 
allows new trademark fee amounts to take effect 30 days after 
notice in the Federal Register and the Official Gazette of the 
Patent and Trademark Office. 


A comparison of the current fee amounts and the new fee 
amounts for fiscal year 2000 is included as an Appendix to 
this final rule. 


Procedures for determining the correct fee amount owed 


The following subsections detail the procedures for determining 
the fees owed during the transition to the new fee schedule. 


Fees owed may be affected by proper use of a Certificate of 
Mailing or Transmission under § 1.8(a)(1), or use of “Express 
Mail Post Office to Addressee” under § 1.10(a). 


Items for which a Certificate of Mailing or Transmission under 
§ 1.8(a)(1) is not proper include, for example, national 
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(including a continued prosecution application (CPA) under § 
1.53(d)) and international patent applications, and trademark 
applications. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the United States 
Postal Service (USPS) is considered filed or received in the 
Office on the date of deposit with the USPS. The date of deposit 
with the USPS is shown by the “date-in” on the “Express Mail” 
mailing label or other official USPS notation. 


S.C. 41(b 


Section 41(b) of title 35, United States Code, provides for 
maintenance fees. Any maintenance fee amount that is paid on 
or after the effective date of the final fee adjustment will be 
subject to the new fee. 


st issuance fee for pate 3 


If a Certificate of Mailing or Transmission was used, and was 
proper under § 1.8(a)(1), the fee required is the lower of: 


(1) the fee in effect on the date the PTO receives the fee; 
or 


(2) the fee in effect on the date of mailing indicated on a 
proper Certificate of Mailing or Transmission under § 1.8(a)(1). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


b. The fili e for patent ai 


111 and 37 CFR 1.53 


Section 111 of title 35, United States Code, provides for the 
filing of a patent application with the PTO. If the filing fee 
for an application filed under 35 U.S.C. 111 is received when 
the application is filed, the filing fee required is the filing fee 
in effect on the filing date assigned to the application. If the 
PTO receives the filing fee on a date later than the filing date 
assigned to the application, the filing fee required is the higher 
of: 


lications filed under 35 U.S.C. 


(1) the filing fee in effect on the filing date assigned to the 
application; or 


(2) the filing fee in effect on the date the PTO receives the 
filing fee. 


The filing fee includes the basic fee, excess claims fees (if 
any), and the multiple dependent claim fee (if any), for claims 
present on filing (unless the excess or multiple dependent claims 
are canceled before the filing fee is paid). Of course, if the 
basic filing fee is received on a date later than the filing date 
assigned to the application filed under 35 U.S.C. 111, a sur- 
charge as set forth in § 1.16(e) is also required. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for national (including a continued prosecution 
application (CPA) under § 1.53(d)) and international patent 
applications. See 37 CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


fees for i t 


national stage under 35 U.S.C. 371 and 37 CFR 1.494 or 1.495 


Section 371 of title 35, United States Code, provides for the 
national stage filing of a patent application under the Patent 
Cooperation Treaty. The basic national fee for an international 
application entering the national stage is due not later than the 
expiration of 20 months from the priority date in the interna- 
tional application (or 30 months from the priority date if the 
United States was elected prior to the expiration of 19 months 
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from the priority date). The amount of the basic national fee 
that is required to be paid is the basic national fee in effect on 
the date the full fee is received. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for international patent applications. See 37 
CFR 1.8(a)(2). 


Under § 1.10(a), any correspondence delivered by the “Express 
Mail Post Office to Addressee” service of the USPS is consid- 
ered filed or received in the Office on the date of deposit with 
the USPS. The date of deposit with the USPS is shown by the 
“date-in” on the “Express Mail” mailing label or other official 
USPS notation. 


Section 1051 of title 15, United States Code, provides for the 
filing of trademark applications. The initial filing fee required 
for a trademark application filed under 15 U.S.C. 1051 is the 
filing fee in effect on the filing date assigned to the application. 


Under § 1.6, documents are considered filed as of the date of 
receipt at the PTO, unless the documents are filed under § 1.10, 
which provides for filing by Express Mail. Under § 1.10(a), any 
correspondence delivered by the “Express Mail Post Office to 
Addressee” service of the USPS is considered filed or received 
in the Office on the date of deposit with the USPS. The date 
of deposit with the USPS is shown by the “date-in” on the 
“Express Mail” mailing label or other official USPS notation. 


A Certificate of Mailing or Transmission under § 1.8(a)(1) 
cannot be used for filing a trademark application. See 37 CFR 
1.8(a)(2). 


Under § 2.21(a)(5), a trademark applicant must submit the 
filing fee for at least one class of goods or services before 
the application can be given a filing date. If the trademark 
application is accompanied by the fee for at least a single class 
of goods or services, but does not include fees sufficient to 
cover all the classes in the application, the application will be 
given a filing date, and the applicant will be required to submit 
the fees for the additional class(es) during examination. If 
the applicant submits fee(s) for additional class(es) after the 
application filing date, the fee(s) in effect on the date the fee(s) 
for the additional class(es) is received at the PTO will apply. 
The applicant may use a Certificate of Mailing or Transmission 
under § 1.8(a)(1) to file the additional fee(s). 


e. For all other trademark process fees affected by this notice. 


For trademark process fees other than the initial fee for filing 
a trademark application, the applicant may use a Certificate of 
Mailing or Transmission under § 1.8(a)(1). If a Certificate of 
Mailing or Transmission is used to mail or transmit the fee, 
and the Certificate meets the requirements of § 1.8(a)(1), the 
fee in effect on the date indicated on the Certificate of Mailing 
or Transmission will apply. 


Owners of registered trademarks should note that failure to 
timely submit the required fee for an affidavit of continued 
use or excusable nonuse under 15 U.S.C. 1058, or a renewal 
application under 15 U.S.C. 1059, may also result in a defi- 
ciency surcharge under 15 U.S.C. 1058(c)(2) or 15 U.S.C. 
1059(a). See §§ 2.164 and 2.185. 


Other Considerations 


This final rule contains no information collection within the 
meaning of the Paperwork Reduction Act of 1995, 44 U.S.C. 
3501 et seq. This final rule has been determined to be not 
significant for purposes of Executive Order 12866. 


This final rule adjusts certain patent fees and trademark fees 
indicated in Parts 1 and 2 of title 37, Code of Federal Regula- 
tions, to the fee amounts set by law or provided for by law. 
Therefore, prior notice and an opportunity for public comment 
are not required pursuant to 5 U.S.C. 553(a)(2) (or any other 
law). As prior notice and an opportunity for public comment 
are not required pursuant to 5 U.S.C. 553, or any other law, 
the analytical requirements of the Regulatory Flexibility Act, 
5 U.S.C. 601 et seq., are inapplicable. 
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Lists of Subjects 

37 CFR Part | 

Administrative practice and procedure, Inventions and patents, 

Reporting and record keeping requirements, Small businesses. 
Part 1 - Rules of Practice in Patent Cases 

1.The authority citation for 37 CFR Part | continues to read 

as follows: 

Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.16 is amended by revising paragraphs (a) and (h), 
to read as follows: 


§ 1.16 National application filing fees. 
(a) Basic fee for filing each application for an original patent, 
except provisional, design or plant applications: 


By a small entity (§ 1.9(f)) .............ccscsssssesceneeeeerees $345.00 
By other than a small entity 


KAKA K 
(h) Basic fee for filing each reissue application: 


By a small entity (§ 1.9(f)) .............sscssccssorsssserserees $345.00 
By other than a small entity 


28K KK 


3. Section 1.17 is amended by revising paragraphs (r) and (s), 
to read as follows: 


§ 1.17 Patent application processing fees. 


aR 


(r) For entry of a submission after final rejection under 
§1.129(a): 


Be aN UY CS BID) ons ccsccssevccosscvnssesvesnesntced $345.00 
By other than a small entity 


(s) For each additional invention requested to be examined 
under §1.129(b): 


By a small entity (§ 1.9(f)) ........ ce eeesceeseeeseeteesenees $345.00 
By other than a small entity 


4. Section 1.20 is amended by revising paragraph (e) to read 
as follows: 


§ 1.20 Post issuance fees. 


KKK 


(e) For maintaining an original or reissue patent, except a 
design or plant patent, based on an application filed on or after 
December 12, 1980, in force beyond four years; the fee is due 
by three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 


By other than a small entity $830.00 
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5. Section 1.492 is amended by revising paragraph (a)(2) to 
read as follows: 

§ 1.492 National stage fees. 

KK KK 

(a) **K* 

KK KK 

(2) Where no international preliminary examination fee as set 
forth in § 1.482 has been paid to the United States Patent and 
Trademark Office, but an international search fee as set forth 
in § 1.445(a)(2) has been paid on the international application 
to the United States Patent and Trademark Office as an Interna- 
tional Searching Authority: 


-+.-345.00 
$690.00 


By a small entity (§ 1.9(f)) ............. . 
By other than a small entity 


KK KK 
Part 2 - Rules of Practice in Trademark Cases 


1. The authority citation for 37 CFR Part 2 continues to read 
as follows: 
Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 


2. Section 2.6 is amended by revising paragraphs (a)(1), (a)(4), 
(a)(5), (a)(13), (a)(16), and (a)(17), to read as follows: 


§ 2.6 Trademark fees. 


* KKK 


(a) ae 


(1) For filing an application, per class..................... $325.00 
* KA KK 
(4) For filing a request under section 1(d)(2) of the Act for 


a six-month extension of time for filing a statement of use 
under section 1(d)(1) of the Act, per class... $150.00 


(5) For filing an application for renewal of a registration, 
per class 


KR KK 
(13) For filing an affidavit under § 15 of the 
Ms MN ROMMINE oe secesh-careisc cess sueasovseedoacartascsavinassiaseoveaeyl $200.00 


KKK 


(16) For filing a petition to cancel, per class.......... $300.00 
(17) For filing a notice of opposition, per class......$300.00 


KKK 


November 30, 1999 Q. TODD DICKINSON 
Assistant Secretary of Commerce and 


Commissioner of Patents and Trademarks 


NOTE - The following appendix is provided as a courtesy te the public, but is not a substitute for the rules. 
It will not appear in the Code of Federal Regulations. 


Appendix A - Comparison of Current and New Fee Amounts 


Fee 37 CFR 


Code Sec. DESCRIPTION 1999 2000 
101 1.16(a) Basic filing fee - Utility $760 $690* 


Basic filing fee - Utility (Small Entity) 


201 1.16(a) 
131 1.16(a) 
231 1.16(a) 
102 1.16(b) 
202 1.16(b) 
103 1.16(c) 
203 1.16(c) 


Basic filing fee - Utility (CPA) 


Claims in excess of twenty 


Basic filing fee - Utility (CPA) (Small Entity) 
Independent claims in excess of three $78 
Independent claims in excess of three (Small Entity) $39 


Claims in excess of twenty (Small Entity) $9 


- Indicates fees remain at FY 1999 amount 
FY FY 
$380 


$760 
$380 


$345* 
$690* 
$345* 


$18 
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Fee 
Code 


37 CFR 
Sec. 


.16(d) 
.16(d) 
.16(e) 
.16(e) 
.16(f) 
.16(f) 
.16(f) 
.16(f) 
.16(g) 
.16(g) 
-16(g) 
.16(g) 
.16(h) 
.16(h) 
.16(h) 
.16(h) 
.16(i) 
.16(i) 
.16(j) 
.16(j) 
.16(k) 
.16(k) 
.16(1) 
-16(1) 
17a) 
17a) 
.17(a)(2) 
.17(a)(2) 
-17(a)(3) 
.17(a)(3) 
.17(a)(4) 
.17(a)(4) 
-17(a)(5) 
.17(a)(5) 
.17(b) 
.17(b) 
.17(c) 
.17(c) 
.17(d) 
.17(d) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.17(h) 
.20(b) 
.17(h) 
17(i) 
-17(i) 
17(i) 
.17(i) 
17(i) 
.17(i) 
.17(i) 
17(i) 
.17(i) 
.17(i) 
17(i) 
.17(i) 
.17(i) 
.17(j) 
.17(k) 
.17() 
170) 


.17(m) 
.17(m) 
.17(n) 
.17(0) 
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Multiple dependent claim 

Multiple dependent claim (Small Entity) 
Surcharge - Late filing fee 

Surcharge - Late filing fee (Small Entity) 
Design filing fee 

Design filing fee (Small Entity) 

Design filing fee (CPA) 

Design filing fee (CPA) (Small Entity) 

Plant filing fee 

Plant filing fee (Small Entity) 

Plant filing fee (CPA) 

Plant filing fee (CPA) (Small Entity) 

Reissue filing fee 

Reissue filing fee (Small Entity) 

Reissue filing fee (CPA) 

Reissue filing fee (CPA) (Small Entity) 
Reissue independent claims 

Reissue independent claims (Small Entity) 
Reissue claims in excess of twenty 

Reissue claims in excess of twenty (Small Entity) 
Provisional application filing fee 

Provisional application filing fee (Small Entity) 
Surcharge - Late provisional filing fee 
Surcharge - Late provisional filing fee (Small Entity) 
Extension - First month 

Extension - First month (Small Entity) 
Extension - Second month 

Extension - Second month (Small Entity) 
Extension - Third month 

Extension - Third month (Small Entity) 
Extension - Fourth month 

Extension - Fourth month (Small Entity) 
Extension - Fifth month 

Extension - Fifth month (Small Entity) 

Notice of appeal 

Notice of appeal (Small Entity) 

Filing a brief in support of an appeal 

Filing a brief in support of an appeal (Small Entity) 
Request for oral hearing 

Request for oral hearing (Small Entity) 
Petition - Not all inventors 

Petition - Correction of inventorship 

Petition - Decision on questions 

Petition - Suspend rules 

Petition - Expedited license 

Petition - Scope of license 

Petition - Retroactive license 

Petition - Refusing maintenance fee 

Petition - Refusing maintenance fee - expired patent 
Petition - Interference 

Petition - Reconsider interference 

Petition - Late filing of interference 

Petition - Correction of inventorship 

Petition - Refusal to publish SIR 

Petition - For assignment 

Petition - For application 

Petition - Late priority papers 

Petition - Suspend action 

Petition - Divisional reissues to issue separately 
Petition - For interference agreement 

Petition - Amendment after issue 

Petition - Withdrawal after issue 

Petition - Defer issue 

Petition - Issue to assignee 

Petition - Accord a filing date under § 1.53 
Petition - Accord a filing date under § 1.62 
Petition - Make application special 

Petition - Public use proceeding 

Non-English specification 

Petition - Revive unavoidably abandoned appl. 
Petition - Revive unavoidably abandoned appl. 
(Small Entity) 

Petition - Revive unintentionally abandoned appl. 
Petition - Revive unintent. abandoned appl. (Small Entity) 
SIR - Prior to examiner’s action 

SIR - After examiner’s action 


190-263 0.G.- 00 - 16: QL3 





FY 
1999 


$260 
$130 
$130 
$65 
$310 
$155 
$310 
$155 
$480 
$240 
$480 
$240 
$760 
$380 
$760 
$380 
$78 
$39 
$18 
$9 
$150 
$75 
$50 
$25 
$110 
$55 
$380 
$190 
$870 
$435 
$1,360 
$680 
$1,850 
$925 
$300 
$150 
$300 
$150 
$260 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$130 
$1,510 
$130 
$110 
$55 


$1,210 
$605 
$920 
$1,840 
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FY 
2000 


$690* 
$345* 
$690* 
$345* 
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Fee 37 CFR FY FY 
Code _ Sec. DESCRIPTION 1999 2000 


126 1.17(p) Submission of an Information Disclosure Statement (§ 1.97) $240 
123 -17(q) Petition - Correction of inventorship (prov. app.) $50 
123 .17(q) Petition - Accord a filing date (prov. app.) $50 
123 .17(q) Petition - Entry of submission after final rejection $50 
(prov. app.) 
146 17(r) Filing a submission after final rejection (1.129(a)) $760 $690** 
246 17(r) Filing a submission after final rejection (1.129(a)) $380 $345** 
(Small Entity) 
149 .17(s) Per additional invention to be examined (1.129(b)) $760 $690** 
249 .17(s) Per additional invention to be examined (1.129(b)) $380 $345** 
(Small Entity) 
142 .18(a) Utility issue fee $1,210 
242 .18(a) Utility issue fee (Small Entity) $605 
143 .18(b) Design issue fee $430 
243 .18(b) Design issue fee (Small Entity) $215 
144 .18(c) Plant issue fee $580 
244 .18(c) Plant issue fee (Small Entity) $290 
561 .19(a)(1)(i) Patent copy $3 
562 .19(a)(1)(ii) ~~“ Patent copy, overnight delivery to PTO Box or overnight fax $6 
563 1.19(a)(1)(iii) Patent copy, ordered by expedited mail or fax - exp. service $25 
564 1.19(a)(2) Plant patent copy $15 
565 1.19(a)(3) Copy of utility patent or SIR in color $25 
566 1.19(b)(1)(i) Certified copy of patent application as filed $15 
567 1.19(b)(1)(ii) Certified copy of patent application as filed, expedited $30 
568 1.19(b)(2) Cert. or uncert. copy of patent-related file wrapper and contents $150 
569 1.19(b)(3) Cert. or uncert. copy of document, unless otherwise provided $25 
570 1.19(b)(4) For assignment records, abstract of title and certification $25 
571 1.19(c) Library service $50 
572 1.19(d) List of U.S. patents and SIRs in subclass $3 
573 1.19(e) Uncertified statement re status of maintenance fee payment $10 
574 1.19(f) Copy of non-U.S. document $25 
575 1.19(g) Comparing and certifying copies, per document, per copy $25 
576 1.19(h) Duplicate or corrected filing receipt $25 
145 1.20(a) Certificate of correction $100 
147 1.20(c) Filing a request for reexamination $2,520 
148 1.20(d) Statutory disclaimer $110 
248 1.20(d) Statutory disclaimer (Small Entity) $55 
183 1.20(e) Maintenance fee - due at 3.5 years $940 
283 1.20(e) Maintenance fee - due at 3.5 years (Small Entity) $470 
184 1.20(f) Maintenance fee - due at 7.5 years $1,900 
284 1.20(f) Maintenance fee - due at 7.5 years (Small Entity) $950 
185 1.20(g) Maintenance fee - due at 11.5 years $2,910 
285 1.20(g) Maintenance fee - due at 11.5 years (Small Entity) $1,455 
186 1.20(h) Surcharge - Late payment within 6 months $130 
286 1.20(h) Surcharge - Late payment within 6 months (Small Entity) $65 
187 1.20(i)(1) Surcharge - Maintenance after expiration - unavoidable $700 
188 1.20(i)(2) Surcharge - Maintenance after expiration - unintentional $1,640 
111 1.20()(1) Extension of term of patent (1.740) $1,120 
124 1.20(j)(2) Initial application for interim extension (1.790) $420 
125 1.20(j)(3) Subsequent application for interim extension (1.790) $220 
609 1.21(a)(1)(i) Application fee (non-refundable) $40 
619 1.21(a)(1)(ii) Registration examination fee $310 
610 1.21(a)(2) Registration to practice $100 
611 1.21(a)(3) Reinstatement to practice $40 
612 1.21(a)(4) Copy of certificate of good standing $10 
613 1.21(a)(4) Certificate of good standing - suitable for framing $20 
615 1.21(a)(5) Review of decision of Director, OED $130 
616 1.21(a)(6)(i) | Regrading of A.M. section (PTO Practice and Procedure) $230 
620 1.21(a)(6)(ii) | Regrading of P.M. section (Claim Drafting) $230 
607 1.21(b)(1) Establish deposit account $10 
608 1.21(b)(2) Service charge for below minimum balance $25 
608 1.21(b)(3) Service charge for below minimum balance - $25 
restricted account 
577 1.21(c) Disclosure document filing fee $10 
578 1.21(d) Local delivery box rental, annually $50 
579 1.21(e) International type search report $40 
580 1.21(g) Self-service copy charge, per page $.25 
581 1.21(h) Recording each patent assignment, per property $40 
583 1.21(i) Publication in Official Gazette $25 
584 1.21(j) Labor charges for services, per hour or fraction thereof $40 
585 1.21(k) Unspecified other services, excluding labor Actual Cost 
592 1.21(k) APS-CSIR terminal session time, per hour $50 
586 1.21(1) Retaining abandoned application $130 
617 1.21(m) Processing returned checks $50 
587 1.21(n) Handling fee for incomplete or improper application $130 
588 1.21(0) APS-Text terminal session time, per hour $40 
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Fee 


37 CFR 


Code Sec. 


590 
589 
150 
153 
151 
152 
190 
19] 
192 
193 
956 
957 
958 
959 
960 
961 
962 
963 
970 
971 
964 


380 
461 
462 
463 
466 
467 
468 
464 
465 
469 
481 
482 
470 
488 
480 
484 
485 
650 
651 
652 


1.24 

1.296 
1.445(a)(1) 
1.445(a)(2)(i) 
1.445(a)(2)(ii) 
1.445(a)(3) 
1.482(a)(1)(i) 
1.482(a)(1)(ii) 
1.482(a)(2)(i) 
1.482(a)(2)(ii) 
1.492(a)(1) 
1.492(a)(1) 
1.492(a)(2) 
1.492(a)(2) 
1.492(a)(3) 
1.492(a)(3) 
1.492(a)(4) 
1.492(a)(4) 
1.492(a)(5) 
1.492(a)(5) 
1.492(b) 
1.492(b) 
1.492(c) 
1.492(c) 
1.492(d) 
1.492(d) 
1.492(e) 
1.492(e) 
1.492(f) 
2.6(a)(1) 
2.6(a)(2) 
2.6(a)(3) 
2.6(a)(4) 
2.6(a)(5) 
2.6(a)(6) 
2.6(a)(7) 
2.6(a)(8) 
2.6(a)(9) 
2.6(a)(10) 
2.6(a)(11) 
2.6(a)(12) 
2.6(a)(13) 
2.6(a)(14) 
2.6(a)(15) 
2.6(a)(16) 
2.6(a)(17) 
2.6(a)(18) 
2.6(a)( 19) 
2.6(a)(20) 
2.6(a)(21) 
2.6(b)(1)(i) 
2.6(b)(1)(ii) 
2.6(b)(1 (iii) 
2.6(b)(2)(i) 
2.6(b)(2)(ii) 
2.6(b)(3) 
2.6(b)(4)(i) 
2.6(b)(4)(ii) 
2.6(b)(5) 
2.6(b)(6) 
2.6(b)(6) 
2.6(b)(7) 
2.6(b)(8) 
2.6(b)(9) 
2.6(b)( 10) 
2.6(b)(11) 
2.7(a) 

2.7(b) 
2.7(c) 


U.S. PATENT AND TRADEMARK OFFICE 


DESCRIPTION 

Coupons for patent and trademark copies 

Handling fee for withdrawal of SIR 

Transmittal fee 

PCT search fee - prior U.S. application 

PCT search fee - no U.S. application 

Supplemental search per additional invention 

Preliminary examination fee - ISA was the U.S. 

Preliminary examination fee - ISA not the U.S. 

Additional invention - ISA was the U.S. 

Additional invention - ISA not the U.S. 

IPEA - US. 

IPEA - U.S. (Small Entity) 

ISA - U.S. 

ISA - U.S. (Small Entity) 

PTO not ISA or IPEA 

PTO not ISA or IPEA (Small Entity) 

Claims - IPEA 

Claims - IPEA (Small Entity) 

Filing with EPO or JPO search report 

Filing with EPO or JPO search report (Small Entity) 

Claims - extra independent (over three) 

Claims - extra independent (over three) (Small Entity) 
Claims - extra total (over twenty) 

Claims - extra total (over twenty) (Small Entity) 

Claims - multiple dependent 

Claims - multiple dependent (Small Entity) 

Surcharge 

Surcharge (Small Entity) 

English translation after twenty or thirty months 

Application for registration, per class 

Amendment to Allege Use, per class 

Statement of Use, per class 

Extension for filing Statement of Use, per class 

Application for renewal, per class 

Additional fee for late renewal, per class 

Publication of mark under § 12(c), per class 

Issuing new certificate of registration 

Certificate of correction, registrant’s error 

Filing disclaimer to registration 

Filing amendment to registration 

Filing section 8 affidavit, per class 

Filing section 15 affidavit, per class 

Filing a section 8 affidavit during the grace period, per class 
Petition to the Commissioner 

Petition for cancellation, per class 

Notice of opposition, per class 

Ex parte appeal, per class 

Dividing an application, per new application created 
Correcting a deficiency in a section 8 affidavit 

Correcting a deficiency in a renewal application 

Copy of registered mark 

Copy of registered mark, overnight delivery to PTO box or fax 
Copy of reg. mark ordered by exp. mail or fax, exp. service 
Certified copy of trademark application as filed 

Certified copy of trademark application as filed, expedited 
Cert. or uncert. copy of TM-related file wrapper and contents 
Cert. copy of registered mark, with title or status 
Cert. copy of registered mark, with title or status - expedited | 
Certified or uncertified copy of trademark document 
Recording trademark property, per mark, per document 
For second and subsequent marks in the same document 
For assignment records, abstracts of title and certification 
X-SEARCH terminal session time, per hour 

Self-service copy charge, per page 

Labor charges for services, per hour or fraction thereof 
Unspecified other services, excluding labor 

Recordal application fee 

Renewal application fee 

Late fee for renewal application 





FY 
1999 


$3 
$130 
$240 
$450 
$700 
$210 
$490 
$750 
$140 
$270 
$670 
$335 
$760 
$380 
$970 
$485 
$96 
$48 
$840 
$420 
$78 
$39 
$18 
$9 
$260 
$130 
$130 
$65 
$130 
$245 
$100 
$100 
$100 
$300 
$100 
$100 
$100 
$100 
$100 
$100 
$100 
$100 


$100 
$200 | 
$200 
$100 
$100 


$3 
$6 
$25 
$15 
$30 
$50 
$15 | 
$30 | 
$25 
$40 
$25 
$25 
$40 
$0.25 
$40 
Actual Cost 
$20 
$20 | 
$20 
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FY 
2000 


$325** 


$150** 
$400** 


$200** 
$100*** 


$300** | 


$100*** 
$100*** 





* Fees effective on December 29, 1999. 
** Fees effective on January 10, 2000. 
*** Fees effective on 10/30/99 due to Trademark Law Treaty Implementation Act of 1998 (Pub. L. 105-330). 


[1229 TMOG 38] 
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(201) Expansion of Pilot for 


Electronic Filing of Trademark Applications 


On November 30, 1997, the Trademark Organization and the 
Office of the Chief Information Officer of the Patent and Trade- 
mark Office (PTO) introduced TEAS (Trademark Electronic 
Application System), a pilot program that allows selected PTO 
customers to submit trademark applications electronically. On 
or after October 1, 1998, the PTO will expand the pilot to 
allow participation by all trademark filers. 


The TEAS pilot will continue to be limited to applications 
filed under Sections 1(a), 1(b) and 44(d) of the Trademark Act. 
Applications based on Section 44(e) of the Act may not be 
submitted using the TEAS system, because of the added com- 
plexity involved in the transmission and receipt of documents 
certifying registration in an applicant’s country of origin. 


Requirements for Participation: Trademark filers who wish 


to submit applications using the TEAS system must own or 
have use of the following: (1) a personal computer and (2) a 
specified computer network browser. Access to a scanner or 
digital camera for creating digitized images in gif or jpg format 
will be necessary for the submission of specimens required for 
applications filed under Section 1(a), and/or for the submission 
of special form drawings that feature figurative elements for 
filings under any Section of the Trademark Acct. It is expected 
that on or after October 1, 1998, the TEAS system will be 
configured to allow filers to charge the filing fees associated 
with their submissions to various credit card accounts. How- 
ever, if upgrades to the system that would allow credit card 
payments have not been completed by October 1, 1998, then 
filers wishing to submit applications using the TEAS system 
must maintain a deposit account with the PTO, to allow payment 
of the required filing fees. 


Before the application is submitted electronically, the applicant 
must print and personally sign and date a paper version of the 
application in permanent ink, pursuant to 37 C.F.R. 1.4(d). 
Applicants who submit applications electronically must also 
execute a verified statement, signed and dated by the applicant 
in permanent ink, stating that: (1) the information in the elec- 
tronic submission is identical to the information in the paper 
application; and that (2) the applicant has adopted the symbol 
shown in the signature block on the electronic application to 
verify the contents of the application. These two documents 
should not be forwarded to the PTO, but should be retained 
by the applicant or the applicant’ s representative. 


Duration: It is anticipated that the pilot project will be in place 
for six months. However, this period may be extended if neces- 
sary. It is expected that upon conclusion of the pilot project, 
the Office will accept electronically filed applications as part 
of its regular business. It is also expected that the scope of the 
electronic filing project will be expanded to allow the electronic 
submission of documents other than applications for the regis- 
tration of trademarks and service marks. 


For the purpose of this pilot only, the following requirements 
are waived, effective October 1, 1998. 


Rule 1.1(a) 
The requirement of 37 CFR 1.1(a) that communications 
intended for the Patent and Trademark Office must be mailed 
to the street address of the Office is waived. 


Rule 2.5i(e 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten 
form include a drawing of the mark in typed capital letters on 
a separate sheet of paper complying with the requirements of 
Section 2.52 is waived. 


Rules 2.52(b) & 2.52(c) 
The requirements of 37 CFR 2.52(b) and (c) that drawings 
must be made on paper is waived. 


Rules 2.56 & 2.58(a) 
The requirement of 37 CFR 2.56 and 37 CFR 2.58(a) that 
applications under Section 1(a) of the Act include three speci- 
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mens of the trademark or service mark as used on or in connec- 
tion with the goods or services in commerce is waived. Instead, 
applicants who wish to submit applications electronically must 
file only one specimen of the trademark or service mark as used 
on or in connection with the goods or services in commerce. 


Point of Contact for this Notice: 


Name: Craig Morris 
Telephone number: (703) 308-8910 ext. 36 
Fax number: (703) 308-9395 


e-mail: craig.morris @uspto.gov 


Mailing Address: 

Office of the Assistant Commissioner for Trademarks 
Suite 10B10 

2900 Crystal Drive 

Arlington, Virginia 22202-3513 


September 25, 1998 PHILIP G. HAMPTON II 
Assistant Commissioner 


for Trademarks 
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(202) Pilot for Filing Trademark Applications 


in an Electronic Environment 


Scope of Pilot Program: On or before November 30, 1997, the 
U.S. Patent and Trademark Office (PTO) will implement a 
pilot project to allow electronic filing of trademark applications. 
The pilot will be limited to applications filed under Sections 
1(a), 1(b) and 44(d) of the Trademark Act. Applications based 
on Section 44(e) of the Act will not be included in the pilot 
because of the added complexity involved in the transmission 
and receipt of documents certifying registration in an appli- 
cant’s country of origin. 


Requirements for Participation: The PTO will invite a small 
number of filers to participate in this pilot. Pilot participants 


must have access to the following: (1) a personal computer; 
and, (2) a specified computer network browser. Access to a 
scanner or digital camera for creating digitized images in gif 
or jpg format will be necessary for the submission of specimens 
required for applications filed under Section 1(a) and/or special 
form drawings containing figurative elements for filings under 
any Section of the Trademark Act. Participants must also main- 
tain a deposit account with the PTO for payment of required 
filing fees. 


Before the application is submitted electronically, the applicant 
must print and maintain a paper application, and the application 
must be personally signed and dated by the applicant in perma- 
nent ink, pursuant to 37 C.F.R. 1.4(d). Participants also must 
create and maintain a verified statement, signed and dated by 
the applicant in permanent ink stating that: (1) the information 
in the electronic submission is identical to the information in 
the paper application; and, (2) the symbol shown in the signature 
block on the electronic application has been adopted by the 
applicant to verify the contents of the application. These two 
documents should not be forwarded to the PTO but should be 
retained by the applicant or the applicant’s representative. 


Duration: It is anticipated that the pilot project will run for 
sixty days. However, the period for the pilot project may be 
extended if necessary. After review and analysis of the pilot 
results, the PTO plans to broaden the scope of the electronic- 
filing program by inviting additional participants and accepting 
electronic submissions of documents other than applications 
for the registration of trademarks and service marks. 


For the purposes of this pilot only, the following requirements 
are waived. 


Rule 1.1(a) 


The requirement of 37 CFR 1.1(a) that communications 
intended for the Patent and Trademark Office must be mailed 
to the street address of the Office is waived. 
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Rule 2.51 


The requirement of 37 CFR 2.51(e) that an application for the 
registration of a mark that can be represented in typewritten 
form include a drawing of the mark typed in capital letters on 
a separate sheet of paper complying with the requirements of 
Setion 2.52 is waived. 


Rules 2.52(b) & 2.52(c) 


The requirements of 37 CFR 2.52(b) and (c) that drawings 
must be made on paper is waived. 


Rules 2.56 & 2.58(a) 


The requirement of 37 CFR 2.56 and 37 CFR 2.58(a) that 
applications under Section 1(a) of the Act include three speci- 
mens of the trademark or service mark as used on or in connec- 
tion with the goods or services in commerce is waived. Instead, 
participants must electronically file only one specimen of the 
trademark or service mark as used on or in connection with 
the goods or services in commerce. 


Point of Contact for this Notice: 


Name: Craig Morris 
Telephone number: (703) 308-8910 ext. 36 
Fax Number: (703) 308-9395 


Mailing Address: 

Office of the Assistant Commissioner 
for Trademarks 

Suite 10B10 

2900 Crystal Drive 

Arlington, Virginia 22202-3513 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


October 21, 1997 
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Department of Commerce 


Patent and Trademark Office 
37 CFR Parts 1, 3, 5, 7, and 10 


[Docket #: 960606163-7130-02] 
RIN 0651-AA80 
Changes to Patent Practice and Procedure 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice to simplify the requirements of 
the rules, rearrange portions of the rules for better context, and 
eliminate unnecessary rules or portions thereof as part of a 
government-wide effort to reduce the regulatory burden on the 
American public. Exemplary changes include: (1) simplifica- 
tion of the procedure for filing continuation and divisional 
applications; (2) amendment of a number of rules to permit 
the filing of a statement that errors were made without deceptive 
intent, without a requirement for a further showing of facts 
and circumstances; and (3) elimination of the requirement that 
the inventorship be named in an application on the day of its 
. filing, which eliminates the need for certain petitions to correct 
inventorship. 


Effective Date: December |, 1997. 


For Further Information Contact: Hiram H. Bernstein or 
Robert W. Bahr, Senior Legal Advisors, by telephone at (703) 
305-9285, or by mail addressed to: Box Comments—Patents, 
Assistant Commissioner for Patents, Washington, DC 20231 
marked to the attention of Mr. Bernstein or by facsimile to 
(703) 308-6916. 


Supplementary Information: This rule change implements 
the Administration’s program of reducing the regulatory burden 
on the American public in accordance with the changes pro- 
posed in the Notice of Proposed Rulemaking entitled “1996 
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Changes to Patent Practice and Procedure” (Notice of Proposed 
Rulemaking), published in the Federal Register at 61 FR 49819 
(September 23, 1996), and in the Official Gazette at 1191 Off. 
Gaz. Pat. Office 105 (October 22, 1996). The changes involve: 
(1) simplification of procedures for filing continuation and 
divisional applications, establishing lack of deceptive intent in 
reissues, petition practice, and in the filing of papers correcting 
improperly requested small entity status; (2) elimination of 
unnecessary requirements, such as certain types of petitions to 
correct inventorship under § 1.48; (3) removal of rules and 
portions thereof that merely represent instructions as to the 
internal management of the Office more appropriate for inclu- 
sion in the Manual of Patent Examining Procedure (MPEP); 
(4) rearrangement of portions of rules to improve their context; 
and (5) clarification of rules to aid in understanding of the 
requirements that they set forth. 


Changes to proposed rules: This Final Rule contains a number 
of changes to the text of the rules as proposed for comment. 
The significant changes (as opposed to additional grammatical 
corrections) are discussed below. Familiarity with the Notice 
of Proposed Rulemaking is assumed. 


Discussion of Specific Rules and Response to Comments: 
Forty-three written comments were received in response to the 
Notice of Proposed Rulemaking. The written comments have 
been analyzed. For contextual purposes, the comment on a 
specific rule and response to the comment are provided with 
the discussion of the specific rule. Comments in support of 
proposed rule changes generally have not been reported in the 
responses to comments sections. 


Title 37 of the Code of Federal Regulations, Parts 1, 3, 5, 7, 
and 10 are amended as follows: 


Part 1: 


Section 1.4: Section 1.4, paragraphs (d)(1) and (2), are amended 
to be combined into § 1.4 paragraphs (d)(1)(i) and (d)(1)(ii). 
Section 1.4(d)(1)(ii) is also amended to include the phrase 
“direct or indirect copy” to clarify that the copy of the docu- 
ment(s) constituting the correspondence submitted to the Office 
may be a copy of a copy (of any generation) of the original 
document(s), or a direct copy of the original document(s). 


Section 1.4(d)(2) is amended to provide that the presentation 
to the Office (whether by signing, filing, submitting, or later 
advocating) of any paper by a party, whether a practitioner or 
non-practitioner, constitutes a certification under § 10.18(b), 
and that violations of § 10.18(b)(2) may subject the party to 
sanctions under § 10.18(c). That is, by presenting a paper to 
the Office, the party is making the certifications set forth in § 
10.18(b), and is subject to sanctions under § 10.18(c) for viola- 
tions of § 10.18(b)(2), regardless of whether the party is a 
practitioner or non-practitioner. The sentence “[a]ny prac- 
titioner violating § 10.18(b) may also be subject to disciplinary 
action” clarifies that a practitioner may be subject to disciplinary 
action in lieu of or in addition to sanctions under § 10.18(c) 
for violations of § 10.18(b). 


Section 1.4(d)(2) is amended so that the certifications set forth 
in § 10.18(b) are automatically made upon presenting any paper 
to the Office by the party presenting the paper. The amendments 
to §§ 1.4(d) and 10.18 support the amendments to §§ 1.6, 1.8, 
1.10, 1.27, 1.28,1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137, 
1.377, 1.378, 1.804, 1.805, (§§ 1.821 and 1.825 will be reviewed 
at a later date in connection with other matters), 3.26, and 5.4 
that delete the requirement for verification (MPEP 602) of 
statements of facts by applicants and other parties who are not 
registered to practice before the Office. The absence of a 
required verification has been a source of delay in the prose- 
cution of applications, particularly where such absence is the 
only defect noted. The change to §§ 1.4(d) and 10.18 automati- 
cally incorporates required averments thereby eliminating the 
necessity for a separate verification for each statement of facts 
that is to be presented, except for those instances where the 
verification requirement is retained. Similarly, the amendments 
to §§ 1.4(d) and 10.18 support an amendment to § 1.97 (§§ 
1.637 and 1.673 will be reviewed at a later date in connection 
with other matters) that changes the requirements for certifica- 
tions to requirements for statements. This change in practice 
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does not affect the separate verification requirement for an oath 
or declaration under § 1.63, affidavits or declarations under §§ 
1.130, 1.131, and 1.132, or statements submitted in support of 
a petition under § 5.25 for a retroactive license. The statements 
in §§ 1.494(e) and 1.495(f) that verification of translations of 
documents filed in a language other than English may be 
required is also maintained, as such requirements are made 
rarely and only when deemed necessary (e.g., when persons 
persist in translations which appear on their face to be inaccu- 
rate). The requirements for certification of service on parties 
in §§ 1.248, 1.510, 1.637 and 10.142 are also maintained. 


Section 1.4 is also amended to add a new paragraph (g) related 
to an applicant who has not made of record a registered attorney 
or agent being required to state whether assistance was received 
in the preparation or prosecution of a patent application. This 
is transferred from § 1.33(b) for consistent contextual purposes. 


Section 1.6: Section 1.6(d)(3) is amended to provide that con- 
tinued prosecution applications under § 1.53(d) may be trans- 
mitted to the Office by facsimile. However, the procedures 
described in § 1.8 do not apply to, and no benefit under § 1.8 
will be given to, a continued prosecution application under § 
1.53(d). That is, an applicant may file a continued prosecution 
application by facsimile transmission, but the filing date 
accorded such continued prosecution application will be the 
date the complete transmission of the continued prosecution 
application is received in the Office. For example, a continued 
prosecution application transmitted by facsimile from Cali 
fornia at 10:30 pm (Pacific time) on November 18, 1997, and 
received in the Office at 1:30 am (Eastern time) on November 
19, 1997, will be accorded a filing date of November 19, 
1997. An applicant filing a continued prosecution application 
by facsimile transmission bears the responsibility of transmit 
ting such application in a manner and at a time that will ensure 
its complete and timely (§ 1.53(d)(1)(ii)) receipt in the Office. 


An applicant filing an application under § 1.53(d) (a continued 
prosecution application) by facsimile must include an authori- 
zation to charge (at least) the basic filing fee to a deposit 
account, or the application must be treated under § 1.53(f) as 
having been filed without the basic filing fee (as fees cannot 
otherwise be transmitted by facsimile). To avoid paying the 
late filing surcharge under § 1.16(e), an application (including 
an application under § 1.53(d)) must include the basic filing 
fee (§ 1.16(e)). As such, payment of the basic filing fee for an 
application under § 1.53(d) on any date later than the filing 
date of the application under§ 1.53(d) (even if paid within the 
period for reply to the last action in the prior application) is 
ineffective to avoid the late filing surcharge under § 1.16(e). 
Therefore, unless an application under § 1.53(d) filed by fac- 
simile includes an authorization to charge the basic filing fee 
to a deposit account, the applicant will be given a notification 
requiring payment of the appropriate filing fee (§ 1.53(d)(3)) 
and the late filing surcharge under § 1.16(e) to avoid abandon- 
ment of the § 1.53(d) application. 


Section 1.6(d)(3) is also amended to delete the reference to § 
1.8(a)(2)(ii)(D) as this paragraph was deleted in the Final Rule 
entitled “Communications with the Patent and Trademark 
Office” (“Communications with the Office”), published in the 
Federal Register at 61 FR56439, 56443 (November 1, 1996), 
and in the Official Gazette at 1192 Off. Gaz. Pat. Office 95 
(November 26, 1996). 


Section 1.6(d)(6) is amended to reflect the transfer of material 
from §§ 5.6, 5.7, and 5.8 to §§ 5.1 through 5.5. 


Section 1.6(e)(2) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.6(f) is added to provide for the situation in which 
the Office has no evidence of receipt of an application under 
§ 1.53(d) (a continued prosecution application) transmitted to 
the Office by facsimile transmission. Section 1.6(f) requires 
that a showing thereunder include, inter alia, a copy of the 
sending unit’s report confirming transmission of the application 
under § 1.53(d) or evidence that came into being after the 


OFFICIAL GAZETTE 


Marcu 21, 2000 


complete transmission of the application under § 1.53(d) and 
within one business day of the complete transmission of the 
application under § 1.53(d). Therefore, applicants are advised 
to retain copies of the sending unit’s reports in situations in 
which such unit is used to transmit applications under § 1.53(d) 
to the Office or otherwise maintain a log book of the transmis- 
sion of any application under § 1.53(d) to the Office. See 
also “Communications with the Patent and Trademark Office” 
Final Rule. 


No comments were received regarding the proposed change to 
§ 1.6. 


Section 1.8: Section 1.8(a)(2)(i)(A) is amended to specifically 
refer to a request for a continued prosecution application under 
§ 1.53(d) as acorrespondence filed for the purposes of obtaining 
an application filing date, which is excluded by § 1.8(a)(2)(i)(A) 
from the procedure set forth in § 1.8. The purpose of this 
amendment is to render it clear that, notwithstanding that a 
continued prosecution application under § 1.53(d) may be filed 
by facsimile transmission, the procedure set forth in § 1.8 does 
not apply to a request for a continued prosecution application 
under § 1.53(d) (or any correspondence filed for the purpose 
of obtaining an application filing date). That is, the date on 
the certificate of transmission (§ 1.8(a)) of an application under 
§ 1.53(d) is not controlling (or even relevant), in that an applica- 
tion under § 1.53(d) (a continued prosecution application) filed 
by facsimile transmission will not be accorded a filing date as 
of the date on the certificate of transmission (§ 1.8(a)), unless 
Office records indicate, or applicant otherwise establishes pur- 
suant to § 1.6(f), receipt in the Office of the complete application 
under § 1.53(d) on the date on the certificate of transmission, 
and that date is not a Saturday, Sunday, or Federal holiday. 


Section 1.8(b)(3) is amended to remove the requirement that 
the statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Section 1.9: Section 1.9(d) is amended to define a small business 
concern as used in 37 CFR Chapter I as any business concern 
meeting the size standards set forth in 13 CFR Part 121 to be 
eligible for reduced patent fees. The regulations of the Small 
Business Administration (SBA) set forth the size standards of 
a business concern to be eligible for reduced patent fees. See 
13 CFR 121.802. Thus, the language in § 1.9(d) duplicating 
such size standards is deleted as redundant, and to avoid confu- 
sion in the event that such size standards are subsequently 
changed by the SBA. The MPEP will include SBA’s regulations 
concerning size standards for a business concern to be eligible 
for reduced patent fees. 


Section 1.9(f) is amended to add the phrase “eligible for reduced 
patent fees” to clarify that a small entity as used in 37 CFR 
Chapter I is limited to an independent inventor, a small business 
concern or a non-profit organization that is eligible for reduced 
patent fees under 35 U.S.C. 41(h)(1). 


Section 1.10: Sections 1.10(d) and (e) are amended to remove 
the requirement for a statement that is verified: 


Comment 1: One comment suggested that § 1.10 be amended 
to clearly set forth the controlling date for correspondence filed 
by “Express Mail” under § 1.10. 


Response: Section 1.10 was substantially amended in the “Com- 
munications with the Office” Rule Final (discussed supra). 
Section 1.10(a) as amended in the aforementioned Final Rule 
provides that: (1) correspondence received by the Office that 
was delivered by the “Express Mail Post Office to Addressee” 
service of the United States Postal Service (USPS) under § 
1.10 will be considered filed in the Office on the date of deposit 
with the USPS; (2) the date of deposit with the USPS is shown 
by the “date-in” on the “Express Mail” mailing label or other 
official USPS notation; and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded the Office 
receipt date as the filing date. 


Section 1.11; Section 1.11(b) is amended to provide that the 
filing of a continued prosecution application under § 1.53(d) 
of a reissue application will not be announced in the Official 
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Gazette. Although the filing of a continued prosecution applica- 
tion of a reissue application constitutes the filing of a reissue 
application, the announcement of the filing of such continued 
prosecution application would be redundant in view of the 
announcement of the filing of the prior reissue application in 
the Official Gazette. 


Section 1.14: Section 1.14(a) is amended to: (1) clarify the 
provisions of § 1.14(a); (2) provide that copies of an application- 
as-filed may be provided to any person on written request 
accompanied by the fee set forth in § 1.19(b), without notice 
to the applicant, if the application is incorporated by reference 
in a US. patent; and (3) treat applications in the file jacket of 
a pending application under § 1.53(d) as pending rather than 
abandoned in determining whether copies of, and access to, 
such applications will be granted. 

Under current practice, the public is entitled to access to the 
original disclosure (or application-as-filed) of an application, 
when the application is incorporated by reference into a U.S. 
patent. See In re Gallo, 231 USPQ 496 (Comm’r Pat. 1986). 
Section 1.14(a)(2) is added to avoid the need for a petition 
under § 1.14(e) to obtain a copy of the original disclosure (or 
application-as-filed) of an application that is incorporated by 
reference into a U.S. patent. 


Section 1.14 is also amended to add a paragraph (f) to recognize 
the change to § 1.47(a) and(b) which add exceptions to main- 
taining pending applications in confidence by providing public 
notice to nonsigning inventors of the filing of a patent applica- 
tion. 


Comment 2: One comment stated that the change from “applica- 
tions preserved in secrecy” to “applications preserved in confi- 
dence” suggests a lower level of security for the applications 
permitting greater discovery by third parties. 

Response: The term “secrecy” in § 1.14 was changed to “confi- 


dence” in the Final Rule entitled “Miscellaneous Changes in 
Patent Practice” (“Miscellaneous Changes in Patent Practice”), 


published in the Federal Register at 61 FR 42790 (August 19, 
1996), and in the Official Gazette at 1190 Off. Gaz. Pat. Office 
67 (September 17, 1996). This change did not represent a 
change in practice, but merely conformed the language of § 
1.14 to that of 35 U.S.C. 122 (the term “secrecy” is a term of 
art in regard to matters of national security, and its former use 
in § 1.14 was inappropriate). 


Section 1.16: Section 1.16 is amended to add new paragraphs 
(m) and (n) including the unassociated text following para- 
graphs (d) and (1). 


No comments were received concerning § 1.16. 


Section 1.17: Section 1.17 (and § 1.136(a)) adds a recitation 
to an extension of time fee payment for a reply filed within a 
fifth month after a nonstatutory or shortened statutory period 
for reply was set. 


Section 1.17(a) is subdivided into paragraphs (a)(1) through 
(a)(5), with paragraphs (a)(1)through (a)(4) setting forth the 
amounts for one-month through four-month extension fees. 
Section 1.17(a)(5) provides the small entity and other than 
small entity amounts for the new fifth-month extension fee. 


Section 1.17(a) is being amended to permit a petition for a 
fifth-month extension of time. As the Office may set a shortened 
statutory period for reply of one-month or thirty days, which- 
ever is longer, this authority for a petition under § 1.136(a) 
will permit an applicant to extend the period for reply until 
the six-month statutory maximum (35 U.S.C. 133) without 
resorting to a petition under § 1.136(b), or to extend by five 
months, pursuant to § 1.136(a), a non-statutory period for taking 
action (e.g., the time period in § 1.192(a) for filing an appeal 
brief). 

Section 1.17 paragraphs (e), (f), and (g) are rewritten as § 1.17 


paragraphs (b), (c), and (d). 


Section 1.17(h) is amended to delete references to petitions 
under §§ 1.47, 1.48, and 1.84. Sections 1.47, 1.48, and 1.84(a) 
and (b) are amended to contain a reference to the petition fee 
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set forth in § 1.17(i), rather than the petition fee set forth in § 
1.17(h). 


Section 1.17(i) is amended to: (1) add a petition under § 1.41 
to supply the name(s) of the inventor(s) after the filing date 
without an oath or declaration as prescribed by § 1.63, excepting 
provisional applications; (2) add a petition under § 1.47 for 
filing by other than all the inventors or a person not the inventor; 
(3) add a petition under § 1.48 for correction of inventorship, 
except in provisional applications; (4) add a petition under § 
1.59 for expungement and return of information; (5) delete the 
references to petitions under §§ 1.60 and 1.62 in view of the 
deletion of §§ 1.60 and 1.62; (6) add a petition under § 1.84 
for accepting color drawings or photographs; and (7) add a 
petition under § 1.91 for entry of a model or exhibit. 


Section 1.17(q) is amended to add a petition under § 1.41 to 
supply the name(s) of the inventor(s) after the filing date without 
a cover sheet as prescribed by § 1.51(c)(1) in a provisional 
application. 


Section 1.17, as well as §§ 1.103, 1.112, 1.113, 1.133, 1.134, 
1.135, 1.136, 1.142, 1.144, 1.146, 1.191, 1.192, 1.291, 1.294, 
1.484, 1.485, 1.488, 1.494, 1.495, (§§ 1.530, 1.550, 1.560, 
1.605, 1.617, 1.640, and 1.652 will be reviewed at a later date 
in connection with other matters), 1.770, 1.785, (§ 1.821 will 
be reviewed at a later date in connection with other matters), 
and 5.3 are also amended to replace the phrases “response” 
and “respond” with the phrase “reply” for consistency with § 
1.111. 


Comment 3: One comment questioned why the terms “respond” 
and “response” in the rules of practice were being replaced 
with the term “reply.” 


Response: It is appropriate to use a single term (“reply”) 
throughout the rules of practice, to the extent possible, to refer 
to that “reply” by an applicant to an Office action required to 
avoid abandonment and continue prosecution. 


Comment 4: At least one comment noted that there is no statu- 
tory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: While the Notice of Proposed Rulemaking proposed 


‘a fifth month extension fee of $2010, a Notice of Proposed 


Rulemaking entitled “Revision of Patent and Trademark Fees 
for Fiscal Year 1998” (“1998 Fee Revision’’), published in the 
Federal Register at 62 FR 24865 (May 7, 1997), and in the 
Official Gazette at 1198 Off. Gaz. Pat. Office 97 (May 27, 
1997), proposed that this fee be set at $2060. The Office is 
now adopting the $2060 fifth month extension fee as proposed 
in the “1998 Fee Revision” Notice of Proposed Rulemaking. 


Under 35 U.S.C. 41(a)(8)(C) (1991), the Commissioner is 
authorized to charge $340 for any third or subsequent petition 
for a one-month extension of time. However, under 35 U.S.C. 
41(f), the additional fee established pursuant to 35 U.S.C. 
41(a)(8)(C) for a subsequent petition for a one-month extension 
of time has been increased to $560 (i.e., $560 is the current 
difference (established under 35 U.S.C. 41(a)(8)(C)) between 
the $1510 fee for a four-month extension of time and the $950 
three-month extension of time). The $1510 fee for a four-month 
extension of time plus the $560 fee for an additional month is 
$2070 (this differs from the $2060 fee proposed in the “1998 Fee 
Revision” Notice of Proposed Rulemaking due to rounding). 
Therefore, the Office is authorized under 35 U.S.C. 41(a)(8) 
to establish a fee of $2060 for a five-month extension of time. 


Section 1.21: Section 1.21(1) is amended for consistency with 
§ 1.53, and § 1.21(n) is amended to change the reference to 
an improper application under §§ 1.60 or 1.62 to a reference 
to an application in which proceedings are terminated pursuant 
to § 1.53(e). 


No comments were received regarding the proposed change to 
§ 1.21. 


Section 1.26: Section 1.26(a) is amended to better track the 
statutory language of 35 U.S.C. 42(d) and to add back language 
relating to refunds of fees paid that were not “required” that 
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was inadvertently dropped in the July 1, 1993, publication of 
title 37 CFR, and from subsequent publications. 


No comments were received regarding the proposed change to 
§ 1.26. 


Section 1.27: Section 1.27 paragraphs (a) through (d) are 
amended to remove the requirement that a statement filed there- 
under be “verified,” and to replace “aver” and “averring” with 
“state” and “stating.” See comments relating to § 1.4(d). Section 
1.27(b) is also amended for clarification with the movement of 
a clause relating to “any verified statement” within a sentence. 


No comments were received regarding the proposed change to 
§ 1.27. 


Section 1.28: Section 1.28(a) is amended to remove the require- 
ment for a statement that is “verified.” See comments relating 
to § 1.4(d). 


Section 1.28(a) is also amended to provide that a new small 
entity statement is not required for a continuing or reissue 
application where small entity status is still proper and reliance 
is placed on a reference to a small entity statement filed in a 
prior application or patent or a copy thereof is supplied. Section 
1.28(a) is further amended to state that the payment of a small 
entity basic statutory filing fee in a nonprovisional application, 
which claims benefit under 35 U.S.C. 119(e), 120, 121, or 
365(c) of a prior application (including a continued prosecution 
application) or in a reissue application, where the prior applica- 
tion or the patent has small entity status, will constitute a 
reference in the continuing or reissue application to the small 
entity statement in the prior application or in the patent, thereby 
establishing small entity status in such a nonprovisional applica- 
tion. 


Section 1.28(a) is also amended to require a new determination 
of continued entitlement to small entity status for continued 
prosecution applications filed under § 1.53(d) and to clarify 
that the refiling of applications as continuations, divisions and 
continuation-in-part applications and the filing of reissue appli- 
cations also require a new determination of continued entitle- 
ment to small entity status prior to reliance on small entity 
status in a prior application or patent. 


Comment 5: One comment asked whether the change to § 1.28 
regarding small entity requires that a small entity statement be 
filed with each continuing application. 


Response: While the filing of a continuing application requires 
a new determination of entitlement to small entity status, § 
1.28(a) continues to permit reliance on a small entity statement 
filed in a prior application for nonprovisional continuing appli- 
cations. 


Section 1.28(c) is amended to remove the requirement for a 
statement of facts explaining how an error in payment of a 
small entity fee(s) occurred in good faith and how and when 
the error was discovered. A fee deficiency payment under § 
1.28(c) must include the difference between fee(s) originally 
paid as a small entity and the other than small entity fee(s) in 
effect at the time of payment of the complete fee deficiency. 
A fee deficiency payment under§ 1.28(c) will be treated as a 
representation by the party submitting the payment that small 
entity status was established in good faith and that the original 
payment of small entity fees was made in good faith. Any 
paper submitted under § 1.28(c) will be placed in the appropriate 
file without review after the processing of any check or the 
charging of any feed efficiency payment specifically author- 
ized. 


Comment 6: One comment suggested that § 1.28(c) be amended 
to clarify current Office practice regarding the acceptance of 
papers under § 1.28(c)(2) in light of two recent District Court 
decisions: (1) Haden Schweitzer Corp. v. Arthur B. Myr Indus- 
tries, Inc., 901 F.Supp. 1235, 36 USPQ2d 1020 (E.D. Mich. 
1995); and (2) DH Technology, Inc. v. Synergstex International, 
Inc., 937 F. Supp. 902, 40 USPQ2d 1754 (N.D. Cal. 1996). 


Response: The Office is also aware of a recent District Court 
decision in Jewish Hospital of St. Louis v. Idexx Laboratories, 
951 F. Supp 1, 42 USPQ2d 1720 (D. Me. 1996), that relies 
on § 1.28(c)(2) exclusively. The changes to § 1.28(c) are not 


OFFICIAL GAZETTE 


Marcu 21, 2000 


directed to the issue of whether § 1.28(c)(2) must be viewed 
as the exclusive remedy. Nevertheless, an applicant or patentee 
can avoid undesirable results by not claiming small entity status 
unless it is absolutely certain that the applicant or patentee is 
entitled to small entity status (i.e., resolving any doubt,uncer- 
tainty, or lack of information in favor of payment of the full fee). 
See MPEP 509.03 (“Small entity status must not be established 
unless the person or persons signing the . . . statement can 
unequivocally make the required self-certification” (emphasis 
added)). 


Section 1.33: Section 1.33 is amended to no longer provide 
that the required residence and post office address of the appli- 
cant can appear elsewhere than in the oath or declaration under 
§ 1.63. Section 1.63(a)(3) is amended to require that the post 
office address as well as the residence be identified therein and 
not elsewhere. Permitting the residence to be elsewhere in the 
application other than the oath or declaration, as was in § 
1.33(a), would be inconsistent with unamended § 1.63(c) that 
states that the residence must appear in the oath or declaration. 
The requirement for placement of the post office address is 
equivalent to the requirement for the residence to eliminate 
confusion between the two, which often are the same destination 
and are usually provided in the oath or declaration. The refer- 
ence in § 1.33(a) to the assignee providing a correspondence 
address has been moved within § 1.33(a) for clarification. Other 
clarifying language includes a reference to § 1.34(b), use of 
the terms “provided,” “furnished” rather than “notified,” and 
“application” rather than “case,” and deletion of the expression 
“of which the Office.” 


The former language of § 1.33(b) is transferred to new § 1.4(g). 
Section 1.33(b) is amended to set forth the signature require- 
ment for papers filed in an application (formerly in § 1.33(a)). 
Section 1.33(b) is specifically amended to provide that amend- 
ments and other papers filed in an application must be signed 
by: (1) an attorney or agent of record appointed in compliance 
with § 1.34(b); (2) a registered attorney or agent not of record 
who acts in are presentative capacity under the provisions of 
§ 1.34(a); (3) the assignee of record of the entire interest (if 
there is such); (4) an assignee of record of an undivided part 
interest (if there is such), so long as the amendment or other 
paper is also signed by any assignee(s) of the remaining interest 
and any applicant retaining an interest; or (5) all of the appli- 
cants, including applicants under §§ 1.42, 1.43 and 1.47, unless 
there is an assignee of record of the entire interest and such 
assignee has chosen to prosecute the application to the exclusion 
of the applicant(s), and, as such, has taken action in the applica- 
tion in accordance with §§ 3.71 and 3.73. This is not a change 
in practice, but simply a clarification of current signature 
requirements. 


No comments were received regarding the proposed change to 
§ 1.33. 


Section 1.41; Section 1.41(a) (and § 1.53) is amended to no 
longer require that a patent be applied for in the name of the 
actual inventors for an application for patent to be accorded a 
filing date. The requirement for use of full names is moved to 
§ 1.63(a) for better context. Section 1.41(a) is specifically 
amended: (1) to provide that a patent is applied for in the 
name(s) of the actual inventor(s); (2) to add paragraphs (a)(1) 
and (a)(2) indicating how the inventorship is set forth in a 
nonprovisional and provisional application; and (3) to add para- 
graph (a)(3) indicating the need for an identifier consisting of 
alphanumeric characters if no name of an actual inventor is 
provided. 


Section 1.41(a)(1) provides that the inventorship of a nonprovi- 
sional application is that inventorship set forth in the oath or 
declaration as prescribed by § 1.63, except as provided for in 
§§ 1.53(d)(4) and 1.63(d). Section 1.41(a)(1) also provides that 
if an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
the name(s) of the inventor(s). 


Section 1.41(a)(2) provides that the inventorship of a provi- 
sional application is that inventorship set forth in the cover 
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sheet as prescribed by § 1.51(c)(1). Section 1.41(a)(2) also 
provides that if a cover sheet as prescribed by § 1.51(c)(1) is 
not filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying the name(s) of the inventor(s). 


35 U.S.C. 120 and § 1.78(a) require, inter alia, that an applica- 
tion have at least one inventor in common with a prior applica- 
tion to obtain the benefit of the filing date of such application. 
Considering the executed oath or declaration (or cover sheet 
in a provisional application) the sole mechanism for naming 
the inventor(s) would operate as a trap in the event that an 
application were abandoned prior to the filing of an oath or 
declaration in favor of a continuing application (or in the event 
that a cover sheet was not filed in a provisional application). 
To avoid this result, § 1.41 as adopted provides that the inventor- 
ship is that inventorship named in an executed oath or declara- 
tion under § 1.63 (or in the cover sheet under § 1.51(c)(1) 
in a provisional application), but that if no executed oath or 
declaration under § 1.63 (or cover sheet under § 1.51(c)(1) in 
a provisional application) is filed during the pendency of the 
application, the inventorship will be considered to be the inven- 
tor(s) named in the original application papers. 


In the peculiar situation in which no inventor is named in the 
original application papers (or the correct inventor(s) are not 
named in the original application papers), and no executed oath 
or declaration under § 1.63 (or cover sheet under § 1.51(c)(1) 
in a provisional application) is filed during the pendency of 
the application, it will be necessary for the applicant to file a 
petition under § 1.41(a) (and appropriate fee) to name the 
inventor(s). No explanation (other than that the paper is sup- 
plying or changing the name(s) of the inventor(s)) or showing 
off acts concerning the inventorship or any delay in naming 
the inventorship is required or desired in a petition under § 
1.41(a). The petition fee is required to cover (or defray in a 
provisional application) the costs of updating the Office’s 
records for the application. 


Where no inventor(s) is named on filing, the Office requests 
that an identifying name be submitted for the application. The 
use of very short identifiers should be avoided to prevent confu- 
sion. Without supplying at least a unique identifying name the 
Office may have no ability or only a delayed ability to match 
any papers submitted after filing of the application and before 
issuance of an identifying application number with the applica- 
tion file. Any identifier used that is not an inventor’s name 
should be specific, alphanumeric characters of reasonable 
length, and should be presented in such a manner that it is 
clear to application processing personnel what the identifier is 
and where it is to be found. It is strongly suggested that applica- 
tions filed without an executed oath or declaration under §§ 
1.63 or 1.175 include the name of the person(s) believed to be 
the inventor for identification purposes. Failure to apprise the 
Office of the application identifier being used may result in 
applicants having to resubmit papers that could not be matched 
with the application and proof of the earlier receipt of such 
papers where submission was time dependent. 


As any inventor(s) named in the original application papers is 
considered to be the inventor(s) only when no oath or declara- 
tion under § 1.63 is filed in a nonprovisional application or 
cover sheet under § 1.51(c)(1) filed in a provisional application, 
the recitation of the inventorship in an application submitted 
under § 1.53(b) or (d) without an executed oath or declaration 
or cover sheet, respectively, for purposes of identification may 
be changed merely by the later submission of an oath or declara- 
tion executed by a different inventive entity without recourse 
to a petition under §§ 1.41 or 1.48. 


Comment 7: One comment noted that when an application is 
filed only an alphanumeric identifier may be used, which would 
of necessity require a correction of inventorship, and questioned 
how a verified statement under § 1.48(a) could be filed as there 
would be no person to sign such statement, whether the Office 
will require that the name(s) of the inventor(s) be submitted 
within a specified period, and whether the filing date will be 
lost if the name(s) of the inventor(s) is not submitted within 
such period. 
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Response: The name(s) of the inventor(s) in a nonprovisional 
application are provided in the oath or declaration under § 1.63 
(§ 1.41(a)(2)) and the name(s) of the inventor(s) in a provisional 
application are provided in the cover sheet (§ 1.41(a)(3)). Thus, 
an application filed without the name(s) of the inventor(s) must 
also have been filed without an oath or declaration under § 
1.63 (nonprovisional) or cover sheet (provisional). 


The Office will set a time period in a nonprovisional application 
filed without an oath or declaration under § 1.63 for the filing 
of such an oath or declaration (§ 1.53(f)). The Office will set 
a time period in a provisional application filed without a cover 
sheet for the filing of such cover sheet (§ 1.53(g)). The subse- 
quently filed oath or declaration or cover sheet will provide 
the name(s) of the inventor(s). No petition under § 1.48(a) 
would be required where there was an alphanumeric identifier 
(and not a name of a person) or where the person(s) set forth 
as the inventor(s) was incorrect. 


In the event that an oath or declaration or cover sheet is not 
timely filed, the application will become abandoned and the 
inventorship will be considered to be the inventor(s) named in 
the original application papers. The failure to timely file an 
oath or declaration, cover sheet, or the name(s) of the inventor(s) 
is not a filing date issue. 


Comment 8: One comment thought that the proposed change 
eliminating the need to identify any inventor would lead to 
sloppy filing procedures and that it should in almost all cases 
be possible for practitioners to correctly identify the inventors 
at the time of filing. 


Response: Experience has demonstrated that a significant 
number of applications filed under§ 1.53(b) without an executed 
oath or declaration have been filed with incorrect inventorships 
with explanations running from “there was no time to investi- 
gate the inventorship” to “the inventors contacted either did 
not understand the inventorship requirements under U.S. patent 
law or did not appreciate that the claims as filed included or 
did not include the contribution of the omitted or erroneously 
added inventor.” Additionally, Office experience is that while 
almost all § 1.48(a) petitions concerning such matters are even- 
tually granted, only a small percentage are granted on the initial 
petition thereby causing a prolonged prosecution period, which 
is undesirable in view of the amendment to 35 U.S.C. 154 
contained in the Uruguay Round Agreements Act (URAA), 
Pub. L. 103-465, 108 Stat. 4809 (1994). 


Section 1.47; Section 1.47 paragraphs (a) and (b) are amended, 
pursuant to 35 U.S.C. 116 and 35 U.S.C 118, to provide for 
publication in the Official Gazette of a notice of filing for 
all applications, except for continued prosecution applications 
under § 1.53(d), submitted under this section rather than only 
when notice to the nonsigning inventor(s) is returned to the 
Office undelivered or when the address of the nonsigning inven- 
tor(s) is unknown. The information to be published, after grant 
of the § 1.47 petition, will include: The application number, 
filing date, invention title and name(s) of the nonsigning inven- 
tor(s). Letters returned as undeliverable are difficult to match 
with the related application file, and when matched with the 
file, the applications are burdensome to flag as requiring further 
action by the Office. Accordingly, the return of letters is not 
a desirable means of triggering publication of a notice to a 
nonsigning inventor as to the filing of the application. Further- 
more, when a returned letter is used as such a trigger, another 
review of the application must be made for returned correspon- 
dence. As the best time for review of returned letters is after 
allowance, but before issuance, of an application, processing 
of the application would be delayed and done at a time that 
could be best used for printing related processing requirements. 
Printing of notice of the filing of all applications wherein § 
1.47 status is granted does not require any such review to be 
made. In order to best balance the obligation of providing notice 
to inventors and efficient processing of applications, notice in 
the Official Gazette of the filing of § 1.47 applications will be 
prepared essentially at the same time that the letter notice is 
directly sent to the nonsigning inventor. 


Paragraphs (a) and (b) of this section are also amended to 
exclude the filing of continued prosecution applications under 
§ 1.53(d) from the notice requirement. 
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Section 1.47 is also amended for clarification purposes. A 
reference to an “omitted inventor” in § 1.47(a) is replaced with 
“nonsigning inventor.” The statements in § 1.47 paragraphs 
(a)and (b) that a patent will be granted upon a satisfactory 
showing to the Commissioner are deleted as unnecessary. Sec- 
tion 1.47(b) is amended to clarify that it applies only where 
none of the inventors are willing or can be found to sign the 
oath or declaration by substitution of “an inventor” by “all the 
inventors.” The use of “must state” in regard to the last known 
address is deleted as redundant in view of the explicit require- 
ment for such address in the rule. The sentence in § 1.47(b) 
referring to the filing of the assignment, written agreement to 
assign or other evidence of proprietary interest is deleted as 
redundant in view of the requirement appearing earlier in § 
1.47(b) calling for “proof of pertinent facts.” 


Comment 9: One comment believed that the amendment to § 
1.47(b) results in a change in practice permitting an assignee 
to proceed thereunder only where all the inventors refuse to 
sign, and that the assignee should not be precluded from making 
the required declaration where only one inventor refuses to 
cooperate as the other inventors may not have personal know]- 
edge of the facts. 


Response: While the specific language of § 1.47(b) is amended 
to recite the condition that “all the inventors refuse to execute 
an application” the prior use of the term “inventor” was intended 
to mean and was interpreted as meaning all inventors. See 
MPEP 409.03(b). Accordingly, the language clarification is not 
a change in practice. 


Although it is unclear as to what particular “facts” the comment 
is addressed to that the other inventors would not have personal 
knowledge of, facts as to the inventorship of the noncooperating 
inventor would better lie with the other inventors who are after 
all required to be joint inventors, 35 U.S.C. 116, and therefore 
the other inventors should have the best knowledge of the facts 
required for a declaration under § 1.63. Any declaration of 
facts, in support of the petition, to show, e.g., that an inventor 
has refused to sign a declaration after having been given an 


opportunity to do so, should be made by someone with first- 
hand knowledge of the events, such as the attorney who pre- 
sented the inventor with the application papers. 


Section 1.48: Section 1.48 provides for correction of inventor- 
ship in an application (other than a reissue application). Section 
1.324 provides for correction of inventorship in a patent. Sec- 
tions 1.171 and 1.175 provide for correction of inventorship 
in a patent via a reissue application. 


Section 1.48 is amended in its title to clarify that the section 
concerns patent applications, other than reissue applications, 
and not patents. Where a patent names an incorrect inventive 
entity, the inventorship error may be corrected by reissue. See 
MPEP 1402. Where a reissue application names an incorrect 
inventive entity in the executed reissue oath or declaration 
(whether the reissue application is filed for the sole purpose 
or in-part to correct the inventorship, or is filed for purposes 
other than correction of the inventorship), a new reissue oath 
or declaration in compliance with § 1.175 may be submitted 
with the correct inventorship without a petition under § 1.48. 
This is because it is the inventorship of the patent being reissued 
that is being corrected (via a reissue application). 


35 U.S.C. 251, §B, provides that the provisions of title 35, 
U.S.C., relating to applications apply to reissue applications. 
35 U.S.C. 116, 8, authorizes the Commissioner to permit 
correction of inventorship in an application under such terms 
as the Commissioner prescribes. The Commissioner has deter- 
mined that correction of inventorship in a reissue application 
may be accomplished under 35 U.S.C. 251 via the reissue 
oath or declaration, without resort to a petition under § 1.48. 
Therefore, § 1.48 has been amended to specifically exclude its 
applicability to correction of inventorship in a reissue applica- 
tion. 


Section 1.48(a) will not require correction of the inventorship 
if the inventorship or other identification under § 1.41 was set 
forth in error on filing of the application. Section 1.48(a) is 
amended to apply only to correction of inventor or inventors, 
in applications, other than reissue applications, from that named 
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in an originally filed executed oath or declaration andnot to 
the naming of inventors or others for identification purposes 
under § 1.41. The statement to be submitted will be required 
only from the person named in errer as an inventor or from 
the person who through error was not named as an inventor 
rather than from all the original named inventors so as to comply 
with 35 U.S.C. 116. The requirement that any amendment of 
the inventorship under § 1.48(a) be “diligently” made has been 
removed. The applicability of a rejection under 35 U.S.C. 102(f) 
or (g) against an application with the wrong inventorship set 
forth therein and any patent that would issue thereon is a 
sufficient motivation for prompt correction of the inventorship 
without the need for a separate requirement for diligence. 


Comment 10: Two comments expressed opposition to deletion 
of the diligence requirement in § 1.48 paragraphs (a) through 
(c) in that removal thereof would seem to promote delay in 
correction of the inventorship and decrease the importance of 
having the correct inventorship. 


Response: In addition to the motivation noted in the explanation 
of the rules for not allowing a patent to issue with improper 
inventorship, the criteria for correction of the inventorship 
becomes more restrictive subsequent to issuance under § 1.324 
(having a statutory basis under 35 U.S.C. 256) than under § 
1.48(a) (having a statutory basis under 35 U.S.C. 116). 35 
U.S.C. 256 requires participation by all the parties including 
each original named inventor, which participation may be 
harder to obtain after the patent has issued. Petitions under § 
1.48(a) filed earlier while the application is pending may seek 
waiver under § 1.183 of participation of some of the parties 
needed to participate. Additionally, petitions under § 1.48 in 
pending applications are not entered as a matter of right in 
rejected (the criteria of § 1.116 applies) or allowed (the criteria 
of § 1.312 applies) applications. See § 1.48(a) and MPEP 
201.03. 


A clarifying reference to § 1.634 is added in § 1.48(a) for 
instances when inventorship correction is necessary during an 
interference and has been moved from § 1.48(a)(4) for improved 
contextual purposes. 


The § 1.48(a)(1) statement requires a statement only as to the 
lack of deceptive intent rather than a statement of facts to 
establish how the inventorship error was discovered and how 
it occurred, since the latter requirement is deleted. Additionally, 
the persons from whom a statement is required now includes 
any person who through error was not named as an inventor 
but limits statements from the original named inventors to only 
those persons named in error as inventors rather than all persons 
originally named as inventors including those correctly named. 
The paragraph is amended to remove the requirement that the 
statement be verified in accordance with the change to §§ 
1.4(d)(2) and 10.18. 


Comment 11: One comment opposed the removal of the Office 
from examining the issue of inventorship as substantive law 
invalidates patents that have issued in the names of incorrect 
inventors and the Office is charged with the duty of examining 
applications for the purpose of denying issue to those applica- 
tions that do not meet the standards of patentability. Where an 
oath has originally been filed asserting the proper inventor is 
one entity and a subsequent paper asserts that the proper 
inventor is another, under such circumstances “the facts are 
inherently suspect” and an investigation by the Office is war- 
ranted and required by statute. 


Response: The amendments to § 1.48 have otherwise received 
overwhelming support. 


The Office has pursued the existence of improper inventorship 
in applications by rejection under 35 U.S.C. 102(f) or (g) and 
will continue to do so independent of the change in the verified 
statement requirements under § 1.48 paragraphs (a) or (c). A 
request to change inventorship, however, often requested by 
the current inventors or assignee on their own initiative is not 
seen to be inherently fraught with deceptive intent as to warrant 
a close and detailed examination absent more. A statement that 
the error was made without deceptive intent is seen to be a 
sufficient investigation complying with the statutory require- 
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ment under 35 U.S.C. 116, particularly as most petitions are 
eventually granted or an application can be refiled naming the 
new desired inventive entity. Refiling of the application to 
change the inventorship will not cause the Office, absent more, 
to initiate an investigation as to the correct inventorship or 
cause a rejection under 35 U.S.C. 102(f) or (g) to be made. 
Additionally, it should be noted that the Office views a petition 
under § 1.48 to be a procedural matter and not to represent a 
substantive determination as to the actual inventorship. See 
MPEP 201.03, Verified Statement of Facts. 


For those situations where there was deceptive intent, the Office 
is lacking certain necessary tools for a thorough inquiry (e.g., 
subpoena authority) to ascertain the truth thereof (as in other 
situations under §§ 1.28 and 1.56). However, the inquiry cannot 
be waived by the Office due to the statutory requirement under 
35 U.S.C. 116. There is no other reasonable course of action 
than to accept as an explanation for the execution of a § 1.63 
oath or declaration setting forth an erroneous inventive entity 
that the inventor did not remember the contribution of the 
omitted inventor at the time the oath or declaration was executed 
(absent subpoena power and inter parties hearings), and there- 
fore further inquiries into the matter other than a statement of 
lack of deceptive intent are a waste of Office resources. 


Comment 12: One comment suggested that in limiting the 
submission of a verified statement of facts to only the parties 
being added or deleted as inventors, agreement of the original 
named inventors should also be obtained as is currently done 
when verified statements of facts from all the original named 
inventors are required. 


Response: Agreement or acquiescence of the original named 
inventors, to the extent that they remain as inventors, to the 
new inventorship will be obtained through the retained require- 
ment that the actual inventive entity complete a new oath or 
declaration under § 1.63, which must set forth the new inventive 
entity. Additionally, through the rule changes to this section 
and §§ 1.28 and 1.175 the Office is decreasing its investigation 


of claims relating to a lack of deceptive intent. The remaining 
purpose of these rules is to force the applicant(s) to merely 
make an assertion as to a lack of deceptive intent thereby 
permitting subsequent reviewers (tribunals or otherwise) to 
determine, in light of all the available facts, whether the appli- 
cant(s) complied with the statute. 


Section 1.48(a)(2) is amended for clarification purposes to 
indicate the availability of §§ 1.42, 1.43 or 1.47 in meeting 
the requirement for an executed oath or declaration under § 
1.63 from each actual inventor. Section 1.47 is only applicable 
to the person to be added as an inventor (inventors named in 
an application transmittal letter can be deleted without petition). 
For those persons already having submitted an executed oath 
or declaration under § 1.63, apetition under § 1.183, requesting 
waiver of reexecution of an oath or declaration, may be an 
appropriate remedy. The requirement for an oath or declaration 
is maintained in § 1.48(a) notwithstanding its replacement in 
§ 1.324 for issued patents by a statement of agreement or lack 
of disagreement with the requested change in view of the need 
to satisfy the duty of disclosure requirement in a pending appli- 
cation that is set forth in a § 1.63 oath or declaration. 


Section 1.48(a)(4) is amended to include a citation to § 3.73(b) 
to clarify the requirements for submitting a written consent of 
assignee, which is subject to the requirement under § 
3.73(b),and to delete the reference to an application involved 
in an interference, which is being moved to § 1.48(a). Section 
1.48(a)(4) is also amended to clarify that the assignee required 
to submit its written consent is only the existing assignee of 
the original named inventors at the time the petition is filed 
and not any party that would become an assignee based on the 
grant of the inventorship correction. 


Section 1.48(b) is also amended to remove the requirement 
that a petition thereunder be diligently filed. The applicability 
of a rejection under 35 U.S.C. 102(f) or (g) against an applica- 
tion with the wrong inventorship set forth therein and any patent 
that would issue thereon is sufficient motivation for prompt 
correction of the inventorship without the need for a separate 
requirement for diligence. 
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Section 1.48(b) is amended to have a clarifying reference to 
§ 1.634 added for instances when inventorship correction is 
necessary during an interference 


Comment 13: A comment noted that the literal wording of § 
1.48(b) permits correction thereunder only where the correct 
inventors were named on filing thereby excluding correction 
under § 1.48(b) where an incorrect inventorship was named 
on filing that was subsequently corrected under § 1.48(a) and, 
subsequent to the correction prosecution of the application, 
required additional correction under § 1.48(b). 


Response: The comment is accepted and § 1.48(b) has been 
modified to delete “when filed” after “nonprovisional applica- 
tion” for clarification purposes. Additionally, the term “origi- 
nally” in the first sentence of paragraph (b) has been replaced 
with “currently.” 


Section 1.48(c) is amended so that a petition thereunder no 
longer needs to meet the current requirements of § 1.48(a), 
which are also changed. A statement from each inventor being 
added that the inventorship amendment is necessitated by 
amendment of the claims and that the error occurred without 
deceptive intent is required under § 1.48(c)(1) rather than the 
previous requirement of a statement from each original named 
inventor. The previous requirements under § 1.48(a) for an 
oath or declaration, the written consent of an assignee and 
the written consent of any assignee are retained, but are now 
separately set forth in §§ 1.48 paragraphs (c)(2) through (c)(4). 
The particular circumstances of a petition under this paragraph, 
adding an inventor due to an amendment of the claims that 
incorporates material attributable to the inventor to be added, 
is seen to be indicative of a lack of deceptive intent in the 
original naming of inventors. Accordingly, all that must be 
averred to is that an amendment of the claims has necessitated 
correction of the inventorship and that the inventorship error 
existing in view of the claim amendment occurred without 
deceptive intent. The previous requirement for diligence in 
filing the petition based on an amendment to the claims is not 
retained as applicants have the right, prior to final rejection or 
allowance, to determine when particular subject matter is to 
be claimed. Applicants should note that any petition under § 
1.48 submitted after allowance is subject to the requirements 
of § 1.312, and a petition submitted after final rejection is not 
entered as a matter of right. 


Section 1.48(c)(2) is amended to clarify the availability of §§ 
1.42, 1.43 and 1.47 in meeting the requirement for an executed 
oath or declaration under § 1.63. Section 1.47 is only applicable 
to the person to be added as an inventor. For those persons 
already having an executed oath or declaration under § 1.63, 
a petition under § 1.183, requesting waiver of reexecution of 
an oath or declaration, may be an appropriate remedy. 


Section 1.48(c)(4) is amended to clarify that the assignee 
required to submit its written consent is only the existing 
assignee of the original named inventors at the time the petition 
is filed and not any party that would become an assignee based 
on the grant of the inventorship correction. A citation to § 
3.73(b) is presented. 


Section 1.48(d) is amended by addition of “their part” to replace 
“the part of the actual inventor or inventors” and of “omitted” 
to replace “actual” to require statements from the inventors to 
be added rather than from all the actual inventors so as to 
comply with 35 U.S.C.116. 


Section 1.48(d)(1) is also clarified to specify that the error to 
be addressed is the inventorship error. It is not expected that 
the party filing a provisional application will normally need to 
correct an error in inventorship under this paragraph by adding 
an inventor therein except when necessary under § 1.78 to 
establish an overlap of inventorship with a continuing applica- 
tion. 


Section 1.48(d)(1) is also amended to remove the requirement 
that the statement be verified in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 1.48(e)(1) is amended to replace a requirement in provi- 
sional applications that the required statement be one “of facts” 
directed towards “establishing that the error” being corrected 
“occurred without deceptive intention,” requiring only a state- 
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ment that the inventorship error occurred without deceptive 
intent. Paragraph (e)(1) is also amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. It is not expected that the 
party filing a provisional application would need to file a peti- 
tion under this paragraph since the application will go aban- 
doned by operation of law (35 U.S.C. 111(b)(5)), and the need 
to delete an inventor will not affect the overlap of inventorship 
needed to claim priority under § 1.78(a)(3) for any subsequently 
filed nonprovisional application. 


Section 1.48(e)(3) is amended to clarify that the assignee 
required to submit its written consent is only the prior existing 
assignee before correction of the inventorship is granted and 
not any party that would become an assignee based on the 
grant of the inventorship correction. A reference to § 3.73(b) 
is added. 


Section 1.48(f) is added to provide that the later filing of an 
executed oath or declaration (or cover sheet (§ 1.51(c)(1)) ina 
provisional application) during the pendency of the application 
would act to correct the inventorship without a specific petition 
for such correction and will be used to further process the 
application notwithstanding any inventorship or other identifi- 
cation name earlier presented. 


Section 1.48(g) is added to specifically recognize that the Office 
may require such other information as may be deemed appro- 
priate under the particular circumstances surrounding a correc- 
tion of the inventorship. 


Section 1.51: Section 1.51, paragraphs (a)(1) and (a)(2), are 
re-written as § 1.51, paragraphs(b) and (c), respectively, and 
§ 1.51(b) is re-written as § 1.51(d). Section 1.51(c) covering 
the use of an authorization to charge a deposit account is 
removed as unnecessary in view of § 1.25(b). 


No comments were received regarding the proposed change to 
§ 1.51. 


Section 1.52: Section 1.52, paragraphs (a) and (d), are amended 
to remove the requirement that the translation be verified in 
accordance with the change to §§ 1.4(d)(2) and 10.18. Section 
1.52, paragraph (c), is amended to remove the reference to §§ 
1.123 through 1.125 to: (1) reflect a transfer of material from 
§§ 1.123 and 1.124 to § 1.121; (2) further clarify that § 1.125 
is not a vehicle amendment of an application; and (3) to clarify 
that alterations to application papers may be made on, as well 
as before, the signing of the oath or declaration. Section 1.52, 
paragraphs (a) and (d), are also amended to clarify the need 
for a statement that the translation being offered is an accurate 
translation, as in § 1.69(b). 


Comment 14: Two comments were received asking whether 
the attorney can sign the statement that the translation is accu- 
rate, and how much firsthand knowledge does a practitioner 
need to know that the translation is accurate. 


Response: The Office will accept a statement that the translation 
is accurate from any party. However, any party signing such 
statement must keep in mind the averments that are made under 
§§ 1.4(d) and 10.18. The actual firsthand knowledge needed 
by a practitioner is that amount of knowledge to comply with 
the averments in §§ 1.4(d) and 10.18. 


Comment 15: A comment questioned whether there is any 
difference between the previous language of “verified transla- 
tion” and the present language of “accurate translation.” 


Response: The previous language was directed at a verification 
that the translation is accurate. A verification requirement is 
now unnecessary due to the amendments to §§ 1.4(d) and 10.18. 
Thus, § 1.52(d) is amended to include the more direct term 
“accurate.” 


Section 1.53: Section 1.53 is amended to include headings for 
each paragraph for purposes of clarity. 


Section 1.53(a) is amended to state that “[a]ny papers received 
in the Patent and Trademark Office which purport to be an 
application for a patent will be assigned an application number 
for identification purposes.” That is, the Office will refer to 
papers purporting to be an application for a patent as an “appli- 
cation” and assign such “application” an application number 
for identification purposes. This reference, however, does not 
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imply that such papers meet the requirements in § 1.53(b) to 
be accorded a filing date or constitute an “application” within 
the meaning of 35 U.S.C. 111. 


Section 1.53(b) is amended to provide that: (1) the filing date 
of an application for patent filed under § 1.53(b) is the date 
on which a specification as prescribed by 35 U.S.C. 112 con- 
taining a description pursuant to § 1.71 and at least one claim 
pursuant to § 1.75, and any drawing required by § 1.81(a) are 
filed in the Office; (2) no new matter may be introduced into an 
application after its filing date; (3) a continuation or divisional 
application filed by all or by fewer than all of the inventors 
named in a prior nonprovisional application may be filed under 
§ 1.53(b) or (d); and (4) a continuation or divisional application 
naming an inventor not named in the prior nonprovisional 
application or a continuation-in-part application must be filed 
under § 1.53(b). 


Section 1.53(c) is amended to provide for provisional applica- 
tions (formerly provided for in § 1.53(b)(2)). Section 1.53(c) 
includes the language of former § 1.53(b)(2), with certain 
changes for purposes of clarity. Section 1.53(c)(i), for example, 
includes language requiring either the provisional application 
cover sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. The cover letter 
may be an application transmittal letter or some other paper 
identifying the accompanying papers as a provisional applica- 
tion. 


Section 1.53(d) is amended to provide for continued prosecution 
applications. Section 1.53(d)(1) provides that a continuation or 
divisional application, but not a continuation-in-part, of a prior 
nonprovisional application may be filed as a continued prose- 
cution application under § 1.53(d), subject to the conditions 
specified in paragraph (d)(1)(i) and (d)(1)(ii). That is, an appli- 
cation under § 1.53(d) cannot be a continuation-in-part applica- 
tion, and the prior application cannot be a provisional 
application. 


Section 1.53(d)(1)(i) specifies that the prior application be 
either: (1) complete as defined by § 1.51(b) and filed on or 
after June 8, 1995; or (2) the national stage of an international 
application in compliance with 35 U.S.C. 371 and filed on or 
after June 8, 1995. The phrase “prior” application in § 1.53(d)(1) 
means the application immediately prior to the continued prose- 
cution application under § 1.53(d), in that a continued prose- 
cution application under § 1.53(d) may claim the benefit under 
35 U.S.C. 120, 121, or 365(c) of applications filed prior to 
June 8, 1995 so long as the application that is immediately 
prior to the continued prosecution application under § 1.53(d) 
was filed on or after June 8, 1995. 


Section 1.53(d)(1)(ii) specifies that the application under § 
1.53(d) be filed before the earliest of: (1) payment of the issue 
fee on the prior application, unless a petition under § 1.313(b)(5) 
is granted in the prior application; (2) abandonment of the prior 
application; or (3) termination of proceedings on the prior 
application. 


Section 1.53(d)(2) provides that the filing date of a continued 
prosecution application is the date on which a request on a 
separate paper for an application under § 1.53(d) is filed. That is, 
a request for an application under § 1.53(d) cannot be submitted 
within papers filed for another purpose (e.g., the filing of a 
“conditional” request for a continued prosecution application 
within an amendment after final for the prior application is an 
improper request for a continued prosecution application under 
§ 1.53(d)). 


In addition, a “conditional” request for a continued prosecution 
application will not be permitted. Any “conditional” request 
for a continued prosecution application submitted (as a separate 
paper) with an amendment after final in an application will be 
treated as an unconditional request for a continued prosecution 
application of such application. This will result (by operation 
of § 1.53(d)(2)(v)) in the abandonment of such (prior) applica- 
tion, and (if so instructed in the request for a continued prose- 
cution application) the amendment after final in the prior 
application will be treated as a preliminary amendment in the 
continued prosecution application. 


Section 1.53(d)(2) further provides that an application filed 
under § 1.53(d): (1) must identify the prior application (§ 
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1.53(d)(i)); (2) discloses and claims only subject matter dis- 
closed in the prior application (i.e., is a continuation or divi- 
sional, but not a continuation-in-part) (§ 1.53(d)(1)(ii)); (3) 
names as inventors the same inventors named in the prior 
application on the date the application under § 1.53(d) was 
filed, except as provided in § 1.53(d)(4) (§ 1.53(d)(2)(iii)); (4) 
includes the request for an application under § 1.53(d), will 
utilize the file jacket and contents of the prior application, 
including the specification, drawings and oath or declaration, 
from the prior application to constitute the new application, 
and will be assigned the application number of the prior applica- 
tion for identification purposes (§ 1.53(d)(2)(iv)); and (5) is a 
request to expressly abandon the prior application as of the 
filing date of the request for an application under § 1.53(d) (§ 
1.53(d)(2)(v)). 


Section 1.53(d)(3) provides that the filing fee for a continued 
prosecution application filed under § 1.53(d) is: (1) the basic 
filing fee as set forth in § 1.16; and (2) any additional § 1.16 
fee due based on the number of claims remaining in the applica- 
tion after entry of any amendment accompanying the request 
for an application under § 1.53(d) and entry of any amendments 
under § 1.116 not entered in the prior application which appli- 
cant has requested to be entered in the continued prosecution 
application. See 35 U.S.C. 41(a)(1)-(4). 


Section 1.53(d)(4) provides that an application filed under § 
1.53(d) may be filed by fewer than all the inventors named in 
the prior application, provided that the request for an application 
under § 1.53(d) when filed is accompanied by a statement 
requesting deletion of the name or names of the person or 
persons who are not inventors of the invention being claimed 
in the new application, and that no person may be named as 
an inventor in an application filed under § 1.53(d) who was 
not named as an inventor in the prior application on the date 
the application under § 1.53(d) was filed, except by way of a 
petition under § 1.48. Thus, an application under § 1.53(d) 
must name as inventors either the same as (§ 1.53(d)(2)(iii)) 
or fewer than all of (§ 1.53(d)(4)) the inventors named in the 


prior application. A request for an application under § 1.53(d) 
purporting to name as an inventor a person not named as an 
inventor in the prior application (even if accompanied by a 
new oath or declaration under § 1.63 listing that person as an 
inventor) will be treated as naming the same inventors named 
in the prior application (§ 1.53(d)(2)(iii)). 


Section 1.53(d)(5) provides that: (1) any new change must be 
made in the form of an amendment to the prior application; 
(2) no amendment in an application under § 1.53(d) (a continued 
prosecution application) may introduce new matter or matter 
that would have been new matter in the prior application; and 
(3) any new specification filed with the request for an applica- 
tion under § 1.53(d) will not be considered part of the original 
application papers, but will be treated as a substitute specifica- 
tion in accordance with § 1.125. Pursuant to the provisions of 
§ 1.53(d)(5), where applicant desires entry of an amendment 
in the application under § 1.53(d) that was previously denied 
entry under § 1.116 in the prior application, the applicant must 
request its entry (and pay any additional claims fee required 
by § 1.53(d)(3)(ii)) in the application under § 1.53(d) prior to 
action by the Office in the application under § 1.53(d). Any 
amendment submitted with the request for an application under 
§ 1.53(d) that seeks to add matter that would have been new 
matter in the prior application will be objected to under § 
1.53(d), and the applicant will be required to cancel the subject 
matter that would have been new matter in the prior application. 


Section 1.53(d)(6) provides that the filing of a continued prose- 
cution application under § 1.53(d) will be construed to include 
a waiver of confidentiality by the applicant under 35 U.S.C. 
122 to the extent that any member of the public who is entitled 
under the provisions of § 1.14 to access to, copies of, or informa- 
tion concerning either the prior application or any continuing 
application filed under the provisions of this paragraph may 
be given similar access to, copies of, or similar information 
concerning, the other application(s) in the application file. 


Section 1.53(d)(7) provides that a request for an application 
under § 1.53(d) is a specific reference under 35 U.S.C. 120 to 
every application assigned the application number identified in 
such request, and that no amendment in a continued prosecution 
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application under § 1.53(d) shall delete this specific reference 
to any prior application. That is, other than the identification 
of the prior application in the request required by § 1.53(d) 
for a continued prosecution application, a continued prosecution 
application needs no further identification of or reference to 
the prior application (or any prior application assigned the 
application number of such application under § 1.53(d)) under 
35 U.S.C. 120 and § 1.78(a)(2). 


Section 1.53(d)(8) provides that in addition to identifying the 
application number of the prior application, applicant is urged 
to furnish in the request for an application under § 1.53(d) the 
following information relating to the prior application to the 
best of his or her ability: (1) title of invention; (2) name of 
applicant(s); and (3) correspondence address. 


Section 1.53(d)(9) provides that: (1) envelopes containing only 
requests and fees for filing an application under § 1.53(d) should 
be marked “Box CPA” and (2) requests for an application under 
§ 1.53(d) filed by facsimile transmission should be clearly 
marked “Box CPA.” 


Section 1.53(e)(1) provides that if an application deposited 
under § 1.53 paragraphs (b), (c), or (d) does not meet the 
respective requirements in § 1.53 paragraphs (b), (c), or (d) to 
be entitled to a filing date, applicant will be so notified, if a 
correspondence address has been provided, and given a time 
period within which to correct the filing error. 


Section 1.53(e)(2) provides that: (1) any request for review of 
a notification pursuant to § 1.53(e)(1), or a notification that 
the original application papers lack a portion of the specification 
or drawing(s), must be by way of a petition pursuant to § 
1.53(e); (2) any petition under § 1.53(e) must be accompanied 
by the fee set forth in § 1.17(i) in an application filed under 
§ 1.53 paragraphs (b) or (d), and the fee set forth in § 1.17(q) 
in an application filed under § 1.53(c); and (3) in the absence 
of a timely (§ 1.181(f)) petition pursuant to this paragraph, the 
filing date of an application in which the applicant was notified 
of a filing error pursuant to paragraph (e)(1) of this section 
will be the date the filing error is corrected. 


Section 1.53(e)(3) provides that if an applicant is notified of 
a filing error pursuant to § 1.53(e)(1), but fails to correct the 
filing error within the given time period or otherwise timely 
(§ 1.181(f)) take action pursuant to § 1.53(e)(2), proceedings 
in the application will be considered terminated, and that where 
proceedings in an application are terminated pursuant to § 
1.53(e)(3), the application may be disposed of, and any filing 
fees, less the handling fee set forth in § 1.21(n), will be refunded. 


Section 1.53(f) is amended to include the language of former 
§ 1.53(d)(1) and to provide that the oath or declaration required 
for a continuation or divisional application under § 1.53(b) 
may be a copy of the executed oath or declaration filed in the 
prior application (under § 1.63(d)). 


Section 1.53 paragraphs (g), (h), (i), and (j) are added and 
include the language of former § 1.53 paragraphs (d)(2), (e)(1), 
(e)(2), and (f), respectively. 


Comment 16: The majority of the comments supported the 
deletion of §§ 1.60 and 1.62 in favor of the proposed amendment 
to § 1.53. 


Response: The Office is deleting §§ 1.60 and 1.62 in favor of 
an amended § 1.53. 


Comment 17: Several comments suggested that the Office adopt 
a continued prosecution procedure for applications filed on or 
after June 8, 1995 similar to the practice set forth in § 1.129(a), 
rather than the continued prosecution application practice set 
forth in § 1.53(d). 


Response: Section 532(a)(2)(A) of Pub. L. 103-465 provides 
specific authorization for the practice set forth in § 1.129(a). 
There is currently no statutory authority for the Office to simply 
charge the patent fees set forth in 35 U.S.C. 41(a) for further 
examination of an application. 35 U.S.C. 41(d) would authorize 
the Office to further examine an application for a fee that 
recovers the estimated average cost to the Office of such further 
examination; however, as 35 U.S.C. 41(h) is applicable only 
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to fees under 35 U.S.C. 41(a) and (b), the Office would not 
be authorized to provide a small entity reduction in regard to 
such fee. Thus, the only mechanism by which the Office may 
provide further examination for a fee to which the small entity 
reduction is applicable is via a continuing application. 


Section 209 of H.R. 3460, 104th Cong., 2d Sess. (1996), would 
have provided statutory authority for the further reexamination 
of an application for a fee to which the small entity reduction 
was applicable. Section 209 of H.R. 400, 105th Cong., ist Sess. 
(1997), ifenacted, will provide statutory authority for the further 
reexamination of an application for a fee to which the small 
entity reduction will be applicable. 


Comment 18: One comment stated that the combination of §§ 
1.53, 1.60, and 1.62 into a single § 1.53 was complex and 
confusing. Another comment suggested that § 1.53 be split into 
a number of sections, or that headings be used in § 1.53 in the 
manner that headings are used in §§ 1.84 and 1.96. 


Response: Placing the provisions of § 1.53 into multiple sec- 
tions, rather than multiple paragraphs of a single section, would 
not result in a simplification of its provisions. The Office con- 
siders it appropriate to place the filing provisions concerning 
all applications (nonprovisional, provisional, and continued 
prosecution) into a single section to reduce the confusion as 
to the filing requirements for any application for patent. Section 
1.53 as adopted includes headings in each paragraph of § 1.53 to 
indicate the subject to which each of these paragraphs pertains. 


Comment 19: One comment suggested amending § 1.53 to 
require applicants to indicate changes to the disclosure in a 
continuation or divisional application. 


Response: The suggestion is not adopted. The Office did not 
propose to amend § 1.53 to require applicants to indicate 
changes to the disclosure in any continuing application. Thus, 
adopting a change to impose this additional burden on an appli- 
cant is not considered appropriate in this Final Rule. 


Comment 20: One comment suggested that the Office permit 
applicants to file a statement requesting deletion of an inventor 
in a continuation or divisional application any time prior to or 
coincident with the mailing of an issue fee payment. The com- 
ment questioned whether the time period in § 1.53(e)(1) 
addresses this issue. 


Response: Unless a statement requesting the deletion of the 
names of the person or persons who are not inventors in the 
continuation or divisional application accompanies the copy of 
the executed oath or declaration submitted in accordance with 
§ 1.63(d) in an application filed pursuant to § 1.53(b), or 
accompanies the request for an application under § 1.53(d) in 
an application filed pursuant to § 1.53(d), the inventorship of 
the continuation or divisional application filed under § 1.53(b) 
using a copy of the oath or declaration of the prior application 
pursuant to § 1.63(d) or filed under § 1.53(d) will be considered 
identical to that in the prior application, and correction of 
the inventorship (if appropriate) must be by way of § 1.48. 
Identification of the inventorship is necessary to the examina- 
tion of an application (e.g., 35 U.S.C. 102(f) and (g)). As such, 
the Office must require identification of the inventorship prior 
to examination of an application. 


Section 1.53(e)(1) applies in those instances in which papers 
filed as an application under § 1.53(b), (c), or (d) do not meet 
the respective requirements of § 1.53(b), (c), or (d) to be entitled 
to a filing date. Submitting an oath or declaration is not a filing 
date issue, and naming the inventors is no longer a filing date 
issue. Thus, the provisions of § 1.53(e) do not apply to the 
filing of a statement requesting deletion of an inventor in a 
continuation or divisional application. 


Comment 21: One comment questioned whether § 1.53(d) 
applies only to applications filed on or after June 8, 1995, and 
questioned whether § 1.53(d) should be made applicable to 
pending applications filed prior to June 8, 1995. The comment 
also questioned the relationship between § 1.129(a) and § 
1.53(d). 


Response: Section § 1.53(d), by its terms, permits the filing of 
a continuation or divisional thereunder of only a nonprovisional 
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application that, inter alia, is either: (1) complete as defined 
by § 1.51(b) and filed on or after June 8, 1995 or; (2) resulted 
from entry into the national stage of an international application 
in compliance with 35 U.S.C. 371 filed on or after June 8, 
1995. While § 1.53(d) and § 1.129(a) both provide for the 
continued prosecution of an application, these sections are dis- 
tinct in that they apply to a virtually mutually exclusive class 
of applications and have separate requirements (e.g., a request 
for a § 1.53(d) application may be filed subsequent to the filing 
of an appeal brief, so long as the request is filed before the 
earliest of: (1) payment of the issue fee on the prior application, 
unless a petition under § 1.313(b)(5) is granted in the prior 
application; (2) abandonment of the prior application; or (3) 
termination of proceedings on the prior application). 


Comment 22: One comment suggested that the rules of practice 
permit the execution of copies of an oath or declaration by 
fewer than all of the inventors, without cross-reference to the 
other copies to facilitate contemporaneous executions by geo- 
graphically separated inventors. 


Response: The suggestion is not adopted. Section 1.63(a)(3) 
requires that an oath (or declaration), inter alia, identify each 
inventor. The rules of practice permit inventors to execute 
separate oaths (or declarations), so long as each oath (or declara- 
tion) sets forth all of the inventors (the necessary cross-refer- 
ence). That is, § 1.63(a)(3) prohibits the execution of separate 
oaths (or declarations) in which each oath (or declaration) sets 
forth only the name of the executing inventor. An amendment 
to the rules of practice to permit an inventor to execute an oath 
or declaration that does not set forth each inventor would not 
only lead to confusion as to the inventorship of an application, 
but would be inconsistent with the requirement in 35 U.S.C. 
115 that the applicant make an oath (or declaration) that the 
applicant believes himself (or herself) to be the original and 
first inventor of the subject matter for which a patent is sought, 
as the oaths or declarations would conflict as to the inventorship 
of the application. 


Comment 23: Several comments suggested that the statement 
required under 35 U.S.C. 120 in a continued prosecution appli- 
cation will be confusing as the continued prosecution applica- 
tion will have the same application number as the prior 
application. One comment indicated that this will cause confu- 
sion: (1) as to which application is being referenced in a 35 
U.S.C. 120 statement in the divisional application when a divi- 
sional application under § 1.53(b) and a continued prosecution 
application filed under § 1.53(d) are filed from the same prior 
application; and (2) in docketing applications as most commer- 
cially available software identify applications by application 
number. Another comment questioned what sentence was 
required pursuant to § 1.78(a)(2) in a continued prosecution 
application. 


Response: 35 U.S.C. 120 provides that an application may 
obtain the benefit of the filing date of an earlier filed application 
if, inter alia, the application “contains or is amended to contain 
a specific reference to the earlier filed application.” Section 
1.78(a) requires that this specific reference be in the first sen- 
tence of the specification and identify each earlier filed applica- 
tion by application number or international application number 
and international filing date and relationship of the applications. 
Thus, while a “specific reference to the earlier filed application” 
is a requirement of statute (35 U.S.C. 120), the particulars of 
this specific reference (by application number, filing date, and 
relationship) is a requirement of regulation (§ 1.78(a)), not the 
patent statute. 


The purpose of the “specific reference” requirement of 35 
U.S.C. 120 is to provide notice to the public of the filing date 
upon which a patentee may rely to support the validity of the 
patent: 


[35 U.S.C. 120] embodies an important public policy. The 
information required to be disclosed is information that would 
enable a person searching the records of the Patent Office to 
determine with a minimum of effort the exact filing date upon 
which a patent applicant is relying to support the validity of 
his application or the validity of a patent issued on the basis 
of one of a series of applications. In cases such as this, in 
which two or more applications have been filed and the validity 





Marcu 21, 2000 


of a patent rests upon the filing date of an application other 
than that upon which the patent was issued, a person, even if 
he had conducted a search of the Patent Office records, could 
unwittingly subject himself to exactly this type of infringement 
suit unless the later application adequately put him on notice 
that the applicant was relying upon a filing date different from 
that stated in the later application. 


Sampson v. Ampex Corp., 463 F.2d 1042, 1045, 174 USPQ 
417, 419 (2d Cir. 1972); see also Sticker Indus. Supply Corp. 
v. Blaw-Knox Co., 405 F.2d 90, 93, 160 USPQ 177, 179(7th 
Cir. 1968) (“Congress may well have thought that [35 U.S.C.] 
120 was necessary to eliminate the burden on the public to 
engage in long and expensive search of previous applications 
in order to determine the filing date of a later patent .. . . The 
inventor is the person best suited to understand the relation of 
his applications, and it is no hardship to require him to disclose 
this information’). 


To reduce the delay in processing a continued prosecution 
application, the Office will maintain in its records (e.g., in the 
Patent Application Locating and Monitoring (PALM) records 
for an application) for identification purposes the application 
number and filing date of the prior application. Thus, in a 
continued prosecution application, the application number of 
the continued prosecution application will be the application 
number of the prior application, and the filing date indicated 
on any patent issuing from a continued prosecution application 
will be the filing date of the prior application (or, in a chain 
of continued prosecution applications, the filing date of the 
application immediately preceding the first continued prose- 
cution application in the chain). In addition, as a continued 
prosecution application will use the file wrapper of the prior 
application, the prior application will be available upon inspec- 
tion of the continued prosecution application. 


Unless excepted from § 1.78(a)(2), the first sentence of a con- 
tinued prosecution application would consist of a reference to 
that application as a continuation or divisional of an application 
having the identical application number and the effective filing 
date of (the filing date to be printed on any patent issuing from) 
the continued prosecution application. Such a sentence would 
provide no useful information to the public. 


Therefore, § 1.53(d)(7) as adopted provides that a request for 
an application under § 1.53(d) is a specific reference under 35 
U.S.C. 120 to every application assigned the application number 
identified in such request, and § 1.78(a)(2) as adopted provides 
that the request for a continued prosecution application under 
§ 1.53(d) is the specific reference under 35 U.S.C. 120 to the 
prior application. That is, the continued prosecution application 
includes the request for an application under § 1.53(d) (§ 
1.53(d)(2)(iv)), and the recitation of the application number of 
the prior application in such request (as required by § 1.53(d)) 
is the “specific reference to the earlier filed application” 
required by 35 U.S.C. 120. No further amendment to the specifi- 
cation is required by 35 U.S.C. 120 or § 1.78(a) for a continued 
prosecution application for such continued prosecution applica- 
tion to contain the required specific reference to the prior appli- 
cation, as well as any other application assigned the application 
number of the prior application (e.g., in instances in which a 
continued prosecution application is the last in a chain of con- 
tinued prosecution applications). 


Where an application claims a benefit under 35 U.S.C. 120 of 
a chain of applications, the application must make a reference 
to the first (earliest) application and every intermediate applica- 
tion. See Sampson, 463 F.2d at 1044-45, 174 USPQ at 418- 
19; Sticker Indus. Supply Corp., 405 F.2d at 93, 160 USPQ at 
179; Hovlid v. Asari, 305 F.2d 747, 751, 134 USPQ162, 165 
(9th Cir. 1962); see also MPEP 201.11. In addition, every 
intermediate application must also make a reference to the 
first (earliest) application and every application after the first 
application and before such intermediate application. 


In the situation in which there is a chain of continued prose- 
cution applications, each continued prosecution application in 
the chain will, by operation of § 1.53(d)(7), contain the required 
specific reference to its immediate prior application, as well 
as every other application assigned the application number 
identified in such request. Put simply, a specific reference to 
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a continued prosecution application by application number and 
filing date will constitute a specific reference to: (1) the non- 
continued prosecution application originally assigned such 
application number (the prior application as to the first con- 
tinued prosecution application in the chain); and (2) every 
continued prosecution application assigned the application 
number of such non-continued prosecution application. 


Where the non-continued prosecution application originally 
assigned such application number itself claims the benefit of 
a prior application or applications under 35 U.S.C. 120, 121, 
or 365(c), § 1.78(a)(2) continues to require that such application 
contain in its first sentence a reference to any such prior applica- 
tion(s). As a continued prosecution application uses the specifi- 
cation of the prior application, such a specific reference in the 
prior application (as to the continued prosecution application) 
will constitute such a specific reference in the continued prose- 
cution application, as well as every continued prosecution appli- 
cation in the event that there is a chain of continued prosecution 
applications. 


Where an applicant in an application filed under § 1.53(b) 
seeks to claim the benefit of an application filed under § 1.53(d) 
under 35 U.S.C. 120 or 121 (as a continuation, divisional, or 
continuation-in-part), § 1.78(a)(2) requires a reference to the 
continued prosecution application by application number in the 
first sentence of such application. Section 1.78(a)(2) has been 
amended to also provide that “[t]he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” Thus, where a referenced 
continued prosecution application is in a chain of continued 
prosecution applications, this reference will constitute a refer- 
ence under 35 U.S.C. 120 and § 1.78(a)(2) to every continued 
prosecution application in the chain as well as the non-continued 
prosecution application originally assigned such application 
number. 


Therefore, regardless of whether an application is filed under 
§ 1.53(b) or (d), a claim under 35 U.S.C. 120 to the benefit 
of a continued prosecution application is, by operation of § 
1.53(d)(7) and § 1.78(a)(2), a claim to every application 
assigned the application number of such continued prosecution 
application. In addition, applicants will not be permitted to 
choose to delete such a claim as to certain applications assigned 
that application number (e.g., for patent term purposes). 


Finally, while it is recognized that using a common application 
number (and file wrapper) for a continued prosecution applica- 
tion and its prior application (which may also be a continued 
prosecution application) will necessitate docketing modifica- 
tions (as well as the Office’s PALM system), the burden of 
such modifications is outweighed by the benefits that will result 
from the elimination of the initial processing of such applica- 
tions. 


Comment 24: One comment suggested that the phrase “now 
refiled” be used in lieu of “now abandoned” to reflect the status 
of the prior application. 


Response: Under 35 U.S.C. 120, the status of an application 
is one of three conditions: (1) pending; (2) patented; or (3) 
abandoned. See In re Morganroth, 6 USPQ2d 1802, 1803 
(Comm’r Pat. 1988). As the filing of a continued prosecution 
application under § 1.53(d) operates to expressly abandon the 
prior application under § 1.53(d)(2)(v), the status of the prior 
application is appropriately designated as “abandoned.” 


Comment 25: Several comments suggested that the proposed 
continued prosecution application practice be made applicable 
in instances in which the prior application was filed prior to 
June 8, 1995, to expedite the prosecution of such applications. 


Response: Permitting the continued prosecution application 
practice to be applicable in instances in which the prior applica- 
tion was filed prior to June 8, 1995, would result in confusion 
as to whether the patent issuing from the continued prosecution 
application is entitled to the provisions of 35 U.S.C. 154(c). 
As the continued prosecution application practice was not in 
effect prior to June 8, 1995, no patent issuing from a continued 
prosecution application is entitled to the provisions of 35 U.S.C. 
154(c). 
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As discussed supra, the application number of a continued 
prosecution application will be the application number of the 
prior application, and the filing date indicated on any patent 
issuing from a continued prosecution application will be the 
filing date of the prior application (or, in a chain of continued 
prosecution applications, the filing date of the application 
immediately preceding the first continued prosecution applica- 
tion in the chain). Thus, any patent issuing from a continued 
prosecution application, where the prior application was filed 
prior to June 8, 1995, will indicate that the filing date of the 
application for that patent was prior to June 8, 1995, which 
will confuse the public (and possible the patentee) into believing 
that such patent is entitled to the provisions of 35 U.S.C. 154(c). 


The Office has implemented § 532(a)(2)(A) of Pub. L. 103- 
465 in § 1.129(a) to conclude the examination of applications 
pending at least two years as of June 8, 1995, taking into 
account any reference made in such application to any earlier 
filed application under 35 U.S.C. 120,121, and 365(c). Further 
examination of any application may be obtained via the filing of 
a continuing application under § 1.53(b). Requiring applications 
filed prior to June 8, 1995, that are not eligible for the transi- 
tional procedure set forth in § 1.129(a) to obtain further exami- 
nation via the filing of a continuing application under § 1.53(b) 
is a reasonable requirement to avoid confusion as to whether 
a patent issuing from a continued prosecution (§ 1.53(d)) appli- 
cation is entitled to the provisions of 35 U.S.C. 154(c). 


Comment 26: One comment suggested that the phrase “most 
immediate prior national application” rather than “prior applica- 
tion” was confusing. The comment further stated that if the 
prior application was one filed under § 1.62, there is no copy 
in that complete application of the (oath or) declaration filed 
in the application under § 1.62. 


Response: The phrase “most immediate prior national applica- 
tion for which priority is claimed under 35 U.S.C. 120, 121 or 
365(c)” is changed to “prior application.” An application under 
§§ 1.53(d), 1.60, or 1.62 must ultimately be a continuing appli- 
cation of an application filed under § 1.53(b). Where the prior 
application is an application under § 1.60, the oath or declaration 
is the copy of the oath or declaration from the prior application 
vis-a-vis the application under § 1.60 submitted in accordance 
with § 1.60(b)(2). Where the prior application is an application 
under §§ 1.62 or 1.53(d), the oath or declaration is the oath or 
declaration from the prior application vis-a-vis the application 
under §§ 1.62 or 1.53(d). Where there is a chain of applications 
under §§ 1.62 or 1.53(d) preceding the prior application to an 
application under § 1.53(d), the oath or declaration of the prior 
application will be the oath or declaration of the application 
under §§ 1.53 or 1.60 immediately preceding the chain of 
applications under §§ 1.62 or 1.53(d), as each application in 
the chain of applications under §§ 1.62 or 1.53(d) utilizes the 
oath or declaration of the prior application. 


Comment 27: One comment suggested that applications filed 
under § 1.53(d) should be taken up as amended applications, 
rather than as newly filed applications. 


Response: The comment implies that taking up a continued 
prosecution application as an amended application may result 
in the examiner acting on the application in a more timely 
manner than if the application were accounted for as a new 
application. The matter is under consideration along with other 
administrative issues, and a decision shall be made in due 
course. 


Comment 28: One comment suggested that § 1.129(a) be 
amended so as not to be limited to applications under final 
rejection, such that an applicant in an application in which a 
notice of allowance under § 1.311 has been mailed may obtain 
entry of an information disclosure statement without regard to 
the requirements of § 1.97(d). 


Response: The Notice of Proposed Rulemaking did not propose 
to amend § 1.129(a). While the language of § 532(a)(2)(A) 
of Pub. L. 103-465 does not expressly exclude the further 
examination of an application that has been allowed (as opposed 
to an application under a final rejection), § 102(d) of Pub. L. 
103-465 provides that “[t]he statement of administrative action 
approved by the Congress under section 101(a) shall be 
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regarded as an authoritative expression by the United States 
concerning the interpretation and application of the Uruguay 
Round Agreements and this Act in any judicial proceeding 
in which a question arises concerning such interpretation or 
application.” The statement of administrative action specifies 
that such further examination is to facilitate the completion of 
prosecution of applications pending before the Office, and to 
permit applicants to present a submission after the Office has 
issued a final rejection on an application. See H.R. Rep. 826(i), 
103rd Cong., 2nd Sess. 1005-06, reprinted in 1984 
U.S.C.C.A.N. 3773, 4298. 


Upon mailing of a notice of allowance under § 1.311, prose- 
cution of an application before the Office is concluded. The 
proposed amendment to obtain further examination pursuant 
to § 1.129(a) after allowance would nullify (rather than facili- 
tate) the completion of prosecution of the above-identified 
application, and, as such, would be inconsistent with the pur- 
pose for the provisions of § 532(a)(2)(A) of Pub. L. 103-465. 


Comment 29: One comment questioned how the filing of a 
continued prosecution application would result in less delay 
than the filing of a continuing application under § 1.53(b), as 
a continued prosecution application would be subject to pre- 
examination processing delays. 


Response: The Office will not issue a new filing receipt for a 
continued prosecution application under § 1.53(d). See § 
1.54(b). By not issuing a filing receipt for a continued prose- 
cution application, the Office will be able to perform the pre- 
examination of any continued prosecution application in the 
examining group to which the prior application was assigned. 
Likewise, § 1.6(d) has been amended to permit an applicant 
to file a continued prosecution application under § 1.53(d) by 
facsimile, and the use of this means of filing a continued 
prosecution application will avoid the delay inherent in routing 
an application (or any paper) from the mailroom to the appro- 
priate examining group. These provisions will enable the Office 
to process a continued prosecution application in the manner 
that a submission under § 1.129(a) is processed. 


Comment 30: One comment questioned whether the filing date 
of a continued prosecution application is the filing date for 
determining patent term, or is significant only in establishing 
copendency. Another comment questioned what filing date was 
relevant for determining patent term. 


Response: Notwithstanding that a continued prosecution appli- 
cation is assigned the application number of the prior applica- 
tion, the filing date of the continued prosecution application is 
the date on which the request for such continued prosecution 
application was filed (§ 1.53(d)). While the filing date of the 
continued prosecution application is relevant to establishing 
the copendency required by 35 U.S.C. 120 and § 1.78(a) 
between the continuedprosecution application and the prior 
application, the filing date of a continued prosecution applica- 
tion will never be relevant to the term under 35 U.S.C. 154(b) of 
any patent issuing from the continued prosecution application. 


Any continued prosecution application under § 1.53(d) will be 
filed on or after June 8, 1995, and will claim the benefit of an 
earlier application as a continuation or divisional application. 
Section 1.53(d)(7) specifically provides that: 


A request for an application under this paragraph is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned the application number identified in such request. No 
amendment in an application under this paragraph shall delete 
this specific reference to any prior application. 


Thus, an application under § 1.53(d) cannot be amended to 
delete the specific reference to the prior application, as well 
as the specific reference to any application to which the prior 
application contains a specific reference under 35 U.S.C. 120, 
121, and 365(c). As an application under § 1.53(d) will also 
contain a specific reference to at least one other application 
under 35 U.S.C. 120, 121, and 365(c), the expiration date under 
35 U.S.C. 154(b)(2) of any patent issuing from the application 
under § 1.53(d) will be based upon the filing date of the prior 
application (or the earliest application to which the prior appli- 
cation contains a specific reference under 35 U.S.C. 120, 121, 
and 365(c)). 
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Comment 31: One comment argued that the Office should 
address not only the filing requirements for continuing applica- 
tions, but also the cause of the filing of continuing applications. 
The comment specifically argued that the current second action 
final practice should be reevaluated as an applicant no longer 
has an incentive to delay the prosecution of an application due 
to Pub. L. 103-465. 


Response: The suggestion is being taken under advisement as 
part of a comprehensive effort by the Office to reengineer the 
entire patent process. However, it should be noted that any 
changes to the current second action final practice to provide 
additional examination of an application prior to a final Office 
action would necessitate a corresponding increase in patent 
fees. 


Comment 32: One comment suggested that the Office simply 
eliminate the “true copy” requirement of § 1.60, rather than 
add new provisions permitting the use of a copy of the oath 
or declaration of a prior application. The comment also sug- 
gested that the Office simply amend § 1.62 to eliminate the 
requirement that the Office assign a new application number 
to the application, rather than add a new § 1.53(d). 


Response: The amendments to § 1.53 do not simply make 
minor changes to §§ 1.60 and 1.62. Sections 1.60 and 1.62 are 
anachronisms that have outlived their usefulness. A significant 
number of applications filed under § 1.60 do not meet the 
requirements of § 1.60 (and, as such are improper), but would 
be proper under § 1.53 (in the absence of a reference to § 
1.60). The elimination of § 1.60 will result in a reduction in 
the Office’s burden in treating and the applicant’s burden in 
correcting these improper applications under § 1.60, as such 
applications would generally have been proper applications if 
filed under § 1.53 (without a reference to § 1.60). Section 
1.63(d) retains most of the benefits of § 1.60, but eliminatesthe 
filing “traps” of § 1.60. 


Section 1.62 practice also causes problems concerning its prohi- 
bition against including a new or substitute specification, and 
its permitting the filing of a continuation-in-part. To avoid 
continued prosecution application practice under § 1.53(d) 
being confused with the former file-wrapper-continuation prac- 
tice under § 1.62, the Office has deemed it advisable to use a new 
§ 1.53(d) rather than § 1.62 in regard to continued prosecution 
application practice. 


Comment 33: One comment stated that the Office should antici- 
pate the filing of applications containing a reference to § 1.60 
or § 1.62 for some period. 


Response: That applications containing a reference to §§ 1.60 
or 1.62 will continue to be filed has been anticipated. The 
treatment of such applications is discussed infra with respect 
to the elimination of §§ 1.60 and 1.62. 


Comment 34: One comment stated that the safeguard in § 1.60 
concerning the filing of an application lacking all of the pages 
of specification or sheets of drawings of the prior application 
has not been retained in § 1.53(b). The comment suggested that 
§ 1.53 contain a presumption that a continuation or divisional be 
presumed, absent evidence to the contrary, to be the filing of 
an application identical to the prior application. 


Response: The Court of Customs and Patent Appeals (CCPA) 
has held that a mere reference to another application, patent, 
or publication is not an incorporation of anything therein into 
the application containing such reference. See In re de Seversky, 
474 F.2d 671, 177 USPQ144 (CCPA 1973); see also Dart 


Industries v. Banner, 636 F.2d 684, 207 USPQ 273 
(CCPA1980) (related decision). These decisions relied upon 
In re Lund, 376 F.2d 982, 153 USPQ625 (CCPA 1967), which 
considered the incorporation by reference issue in the context of 
whether a prior art patent adequately incorporated by reference a 
prior application. The court, in Lund, specifically stated: 


There is little in the term “continuation-in-part” which would 
suggest to the reader of the patent that a disclosure of the nature 
of Example 2 is present in the earlier application and should 
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be considered a part of the patent specification. Thus, we cannot 
agree that the subject matter of claim 3 is tacitly “described” 
in the Margerison patent within the meaning of § 102(e). 


Id. at 989, 153 USPQ 631-32 (footnote discussing the definition 
of “continuation-in-part” as set forth in MPEP 201.08 omitted). 
While the holdings in Dart Industries, de Seversky and Lund 
appear to be based upon the definitions of the various categories 
of continuing applications set forth in the MPEP (and thus 
could be changed by a revision to the MPEP), the Office is 
not at this time inclined to disturb settled law in this area. 


Nevertheless, an applicant may incorporate by reference the 
prior application by including, in the continuing application- 
as-filed, a statement that such specifically enumerated prior 
application or applications are “hereby incorporated herein by 
reference.” The inclusion of this incorporation by reference of 
the prior application(s) will permit an applicant to amend the 
continuing application to include any subject matter in such 
prior application(s), without the need for a petition. 


Section 1.54: Section 1.54(b) is amended to add the phrase 
“unless the application is an application filed under § 1.53(d).” 
To minimize application processing delays in applications filed 
under § 1.53(d), such applications will not be processed by the 
Office of Initial Patent Examination as new applications. 


No comments were received regarding the proposed change to 
§ 1.54. 


Section 1.55: Section 1.55(a) is amended to remove the require- 
ment that the statement be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.55. 


Section 1.59: Section 1.59 is amended: (1) by revising the title 
to indicate that expungement of information from an application 
file would come under this section; (2) by revising the existing 
paragraph and designating it as paragraph (a)(1); and (3) by 
adding paragraphs (a)(2),(b) and (c). Section 1.59(a)(1) retains 
the general prohibition on the return of information submitted 
in an application, but no longer limits that prohibition to an 
application that has been accorded a filing date under § 1.53. 
The portion of the paragraph relating to the Office furnishing 
copies of application papers has been shifted to new paragraph 
(c). Section 1.59(a)(2) makes explicit that information, forming 
part of the original disclosure (i.e., written specification 
including the claims, drawings, and any preliminary amendment 
specifically incorporated into an executed oath or declaration 
under §§ 1.63 and 1.175) will not be expunged from the applica- 
tion file. 


Section 1.59(b) provides an exception to the general prohibition 
of paragraph (a) on the expungement and return of information 
and would allow for such when it is established to the satisfac- 
tion of the Commissioner that the requested expungement and 
return is appropriate. Section 1.59(b) covers the current practice 
set forth in MPEP 724.05 where information is submitted as 
part of an information disclosure’ statement and the submitted 
information has initially been identified as trade secret, proprie- 
tary, and/or subject to a protective order and where applicant 
may file a petition for its expungement and return that will be 
granted upon a determination by the examiner that the informa- 
tion is not material to patentability. Any such petition should 
be submitted in reply to an Office action closing prosecution 
so that the examiner can make a determination of materiality 
based on a closed record. Any petition submitted earlier than 
close of prosecution may be dismissed as premature or returned 
unacted upon. In the event pending legislation for pre-grant 
publication of applications, which provides public access to 
the application file, is enacted, then the timing of petition 
submissions under this section will be reconsidered. 


Petitions to expunge were formerly considered under § 1.182, 
with the Office of Petitions consulting with the examiner on 
the materiality of the information at issue prior to rendering a 
decision. A possible result of the amendment to § 1.59 would 
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be to have petitions under § 1.59 to expunge simply decided by 
the examiner who determines the materiality of the information. 


Comment 35: One comment suggested that petitions to expunge 
under § 1.59 should be decided by Group Directors or officials 
in the Office of Petitions, rather than by examiners. The com- 
ment argued that any individual examiner would decide such 
a petition so rarely that it would be difficult to produce uniform 
and consistent decisions. 


Response: The preamble has been amended to reflect that a 
possible result of the rule change is to have petitions under § 
1.59 decided by the examiners. The heart of most petitions to 
expunge is a determination as to whether the material sought 
to be expunged is material to examination, a matter that is now 
referred to examiners prior to a decision on the petition. Given 
the major role examiners now play in expungement matters, it 
is not clear why examiners would be rendering inconsistent 
decisions, particularly as so many other matters are routinely 
assigned to examiners including petitions under § 1.48. Never- 
theless, the comment is not germane to § 1.59 as proposed (or 
adopted), but concerns the internal Office delegation of such 
petitions for consideration. Moreover, a petition to expunge a 
part of the original disclosure would have to be filed under 
§ 1.183 and would continue to be decided in the Office of 
Petitions. 


Comment 36: A comment in requesting some examples of 
things that may be expunged asked whether a design code 
listing as an appendix in an application may be expunged. 


Response: The standard set forth in paragraph (b) of § 1.59 
permits information other than what is enumerated in paragraph 
(a) of the section to be expunged if it is established to the 
satisfaction of the Commissioner that the return of the informa- 
tion is appropriate. The types of information and rationales 
why the information may be returned are varied and will be 
evaluated on a case-by-case basis with the basic inquiry being 
whether the information is material to examination of the appli- 
cation. However, to the extent that an appendix to a specifica- 


tion of an application is considered part of the original 
disclosure it cannot be expunged from the file under § 
1.59(a)(2). 


Section 1.59(b) also covers information that was unintentionally 
submitted in an application, provided that: (1) the Office can 
effect such return prior to the issuance of any patent on the 
application in issue; (2) it is stated that the information sub- 
mitted was unintentionally submitted and the failure to obtain 
its return would cause irreparable harm to the party who sub- 
mitted the information or to the party in interest on whose 
behalf the information was submitted; (3) the information has 
not otherwise been made public; (4) there is a commitment on 
the part of the petitioner to retain such information for the 
period of any patent with regard to which such information. is 
submitted; and (5) it is established to the satisfaction of the 
Commissioner that the information to be returned is not material 
information under § 1.56. A request to return information that 
has not been clearly identified as information that may be later 
subject to such a request by marking and placement in a separate 
sealed envelope or container shall be treated on a case-by-case 
basis. It should be noted that the Office intends to start electronic 
scanning of all papers filed in an application, and the practicality 
of expungement from the electronic file created by a scanning 
procedure is not as yet determinable. Applicants should also 
note that unidentified information that is a trade secret, proprie- 
tary, or subject to a protective order that is submitted in an 
Information Disclosure Statement may inadvertently be placed 
in an Office prior art search file by the examiner due to the 
lack of such identification and may not be retrievable. 


Section 1.59(b) also covers the situation where an unintended 
heading has been placed on papers so that they are present in 
an incorrect application file. In such a situation, a petition 
should request return of the papers rather than transfer of the 
papers to the correct application file. The grant of such a petition 
will be governed by the factors enumerated above in regard to 
the unintentional submission of information. Where the Office 
can determine the correct application file that the papers were 
actually intended for, based on identifying information in the 
heading of the papers (e.g., Application number, filing date, 
title of invention and inventor(s) name(s)), the Office will 
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transfer the papers to the correct application file for which they 
were intended without the need of a petition. 


Section 1.59(c) retains the practice that copies of application 
papers will be furnished by the Office upon request and payment 
of the cost for supplying such copies. 


Section 1.60: Section 1.60 is removed and reserved. 


Section 1.60 is now unnecessary due to the amendment to § 
1.63(d) to expressly permit the filing in a continuation or divi- 
sional application using a copy of the oath or declaration filed 
in the prior application, and to provide (§ 1.63(d)(2)) for the 
filing of a continuation or divisional application by all or by 
fewer than all the inventors named in a prior application. 


See comments relating to § 1.53. 
Section 1.62: Section 1.62 is removed and reserved. 


Section 1.62 is unnecessary due to the addition of § 1.53(d) 
to permit the filing of a continued prosecution application. 


It is anticipated that applications purporting to be applications 
filed under §§ 1.60 or 1.62 will be filed until the deletion of 
§§ 1.60 and 1.62 become well known among patent prac- 
titioners. An application purporting to be an application filed 
under § 1.60 will simply be treated as a new application filed 
under § 1.53 (i.e., the reference to § 1.60 will simply be ignored). 


Applications purporting to be an application filed under § 1.62 
will be treated as continued prosecution applications under § 
1.53(d), and those applications that do not meet the require- 
ments of § 1.53(d) (e.g., continuation-in-part applications or 
continuations or divisional of applications filed before June 
8, 1995) will be treated as improper continued prosecution 
applications under § 1.53(d). Such an improper application 
under § 1.53(d) may be accepted and treated as a proper applica- 
tion under § 1.53(b) by way of petition under § 1.53(e) (and 
submission of the $130 fee pursuant to § 1.17(i)). 


A petition under § 1.53(e) to accept and treat an improper 
application under § 1.53(d) as a proper application under § 
1.53(b) must include: (1) the $130 petition fee; (2) a true copy 
of the complete application designated as the prior application 
in the purported § 1.62 application papers; (3) any amendments 
entered in the prior application; and (4) any amendments sub- 
mitted but not entered in the prior application and directed to 
be entered in the purported § 1.62 application papers. In an 
application purporting to be a continuation or divisional appli- 
cation under § 1.62, the true copy of the prior application will 
constitute the original disclosure of the application under § 
1.53(b), and any amendments entered in the prior application 
or not entered in the prior application but directed to be entered 
in the purported § 1.62 application papers and submitted with 
the § 1.53(e) petition will be entered in the application under 
§ 1.53(b) and considered by the examiner for new matter under 
35 U.S.C. 112, Gl, and 132. In an application purporting to be 
a continuation-in-part application under § 1.62, the true copy 
of the prior application, any amendments entered in the prior 
application or not entered in the prior application but directed 
to be entered in the purported § 1.62 application papers and 
submitted with the § 1.53(e) petition, and any preliminary 
amendment submitted with the purported § 1.62 application 
will constitute the original disclosure of the application under 
§ 1.53(b). 


See comments relating to § 1.53. 


Section 1.63: Section 1.63(a)(3) is amended to require the post 
office address to appear in the oath or declaration and to have 
the requirement from § 1.41(a) for the full names of the inven- 
tors placed therein. 


Comment 37: Two comments raised the issue regarding the 
continued requirement that both a post office address and a 
residence be supplied and indicated that the residence is not 
required by statute, the post office address is sufficient for 
communication purposes, and that the burden of submitting 
both far outweighs the infrequent need to contact any particular 
inventor by passing counsel so that the residence alone should 
be sufficient. 


Response: Under the proposed comment the applicants would 
still be required to submit either the residence or post office 
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address. To request that they also supply the other or state that 
both are the same is not seen to be a significant burden as the 
information is to be supplied on the oath or declaration form 
that they must sign anyway and spaces can be provided to ensure 
that the information is supplied. While neither the residence nor 
the post office address are statutory requirements, the Office 
requires this information for the applicant’s benefit. As more 
than one person may have the same name, a person’s name is 
often not sufficient to provide a unique identification of the 
inventor. Thus, the Office also requires an inventor’s residence 
(which is not required to be sufficiently detailed to suffice as 
a post office address) to specifically identify the person(s) 
named in the oath or declaration as the inventor(s), which is 
a common practice for legal documents. The post office address 
is also required in the event that the Office finds it necessary 
to directly contact the inventor(s). It is not uncommon for an 
inventor to revoke a power of attorney or authorization of agent 
in a paper providing no address for future correspondence from 
the Office. Also, the Office will need to directly contact the 
inventor if the Office is notified of the death of a sole attorney 
or agent of record (MPEP 406). 


Section 1.63(d) is amended to: (1) relocate its current language 
in a new § 1.63(e); and (2) provide that a newly executed oath 
or declaration is not required under § 1.51(b)(2) and 1.53(f) 
in a continuation or divisional application filed by all or by 
fewer than all of the inventors named in a prior nonprovisional 
application containing an oath or declaration as prescribed by 
§ 1.63, provided that a copy of the executed oath or declaration 
filed in the prior application is submitted for the continuation 
or divisional application and the specification and drawings 
filed in the continuation or divisional application contain no 
matter that would have been new matter in the prior application. 
The copy of the oath or declaration must show the signature 
of the inventor(s) or contain an indication thereon that the oath 
or declaration was signed (e.g., the notation “/s/” on the line 
provided for the signature). 


A continuation or divisional application may be filed under 35 
U.S.C. 111(a) using the procedures set forth in § 1.53(b), by 
providing either: (1) a copy of the prior application, including 
a copy of the oath or declaration in such prior application, as 
filed; or (2) a new specification and drawings and a copy of 
the oath or declaration as filed in the prior application so long 
as no matter is included in the new specification and drawings 
that would have been new matter in the prior application. The 
specification and drawings of a continuation or divisional appli- 
cation is not limited to a reproduction or “true copy” of the 
prior application, but may be revised for clarity or contextual 
purposes vis-d-vis the prior application in the manner that an 
applicant may file a substitute specification (§ 1.125) or amend 
the drawings of an application so long as it does not result in 
the introduction of new matter. Of course, 35 U.S.C. 115 
requires that a supplemental oath or declaration meeting the 
requirements of § 1.63 be filed in the continuation or divisional 
application, if a claim is allowed in the continuation or divi- 
sional application which is drawn to subject matter originally 
shown or described in the prior application but not substantially 
embraced in the statement of the invention or claims originally 
presented in the prior application as filed. See § 1.67(b). 


The patent statute and rules of practice do not require that an 
oath or declaration include a date of execution, and the Exam- 
ining Corps has been directed not to object to an oath or 
declaration as lacking either a recent date of execution or any 
date of execution. The applicant’s duty of candor and good 
faith including compliance with the duty of disclosure require- 
ments of § 1.56 is continuous and applies to the continuing 
application. 


A new application containing a copy of an oath or declaration 
under § 1.63 referring to an attached specification is indistin- 
guishable from a continuation or divisional application con- 
taining a copy of an oath or declaration from a prior application 
submitted pursuant to § 1.63(d). Unless an application is sub- 
mitted with a statement that the application is a continuation 
or divisional application (§ 1.78(a)(2)), the Office will process 
such application as a new non-continuing application. Appli- 
cants are advised to clearly designate any continuation or divi- 
sional application as such to avoid the issuance of a filing receipt 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 551 
(203) 


that does not indicate that the application is a continuation or 
divisional. 


To continue the practice in § 1.60(b)(4) of permitting the filing 
of a continuation or divisional application by all or by fewer 
than all of the inventors named in a prior application without 
a newly executed oath or declaration, new § 1.63(d)(2) provides 
that the copy of the oath or declaration submitted for a continua- 
tion or divisional application under § 1.63(d) must be accompa- 
nied by a statement from applicant, counsel for applicant or 
other authorized party requesting the deletion of the names of 
the person or persons who are not inventors in the continuation 
or divisional application. Where the continuation or divisional 
application and copy of the oath or declaration from the prior 
application is filed without a statement from an authorized 
party requesting deletion of the names of any person or persons 
named in the prior application, the continuation or divisional 
application will be treated as naming as inventors the person 
or persons named in the copy of the executed oath or declaration 
from the prior application. Accordingly, if a petition under § 
1.48(a) or (c) was granted in the prior application, an oath or 
declaration filed in a continuation or divisional application 
pursuant to § 1.63(d) should be the oath or declaration also 
executed by the added inventor(s). For situations where an 
inventor or inventors are to be added in a continuation or 
divisional application, see § 1.63(d)(5). 


The statement requesting the deletion of the names of the 
person or persons who are not inventors in the continuation or 
divisional application must be signed by person(s) authorized 
pursuant to § 1.33(b) to sign an amendment in the continuation 
or divisional application. 


Section 1.63(d)(3) provides for the situation in which the exe- 
cuted oath or declaration of which a copy is submitted for a 
continuation or divisional application was originally filed in a 
prior application accorded status under § 1.47. Section 
1.63(d)(3)(i) requires a copy of any decision granting a petition 
to accord § 1.47 status to such application, unless each non- 
signing inventor(s) or legal representative (pursuant to §§ 1.42 
or 1.43) has filed an oath or declaration to join in an application 
of which the continuation or divisional application claims a 
benefit under 35 U.S.C. 120, 121 or 365(c). Where a nonsigning 
inventor or legal representative (pursuant to §§ 1.42 or 1.43) 
subsequently joins in any application of which the continuation 
or divisional application claims a benefit under 35 U.S.C. 120, 
121 or 365(c), § 1.63(d)(3)(ii) also requires a copy of any oath 
or declaration filed by an inventor or legal representative to 
subsequently join in such application. 


Section 1.63(d)(4) provides that where the power of attorney (or 
authorization of agent) or correspondence address was changed 
during the prosecution of the prior application, the change in 
power of attorney (or authorization of agent) or correspondence 
address must be identified in the continuation or divisional 
application, or the Office may not recognize in the continuation 
or divisional application the change of power of attorney (or 
authorization of agent) or correspondence address during the 
prosecution of the prior application. 


A newly executed oath or declaration will continue to be 
required in a continuation or divisional application naming an 
inventor not named in the prior application, or a continuation- 
in-part application, and § 1.63(d)(S) expressly states that a 
newly executed oath or declaration must be filed in a continua- 
tion or divisional application naming an inventor not named 
in the prior application. 


New § 1.63(e) provides that a newly executed oath or declara- 
tion must be filed in a continuation-in-part application, which 
application may name all, more, or fewer than all of the inven- 
tors named in the prior application, and includes the language 
relocated from former § 1.63(d) concerning an oath or declara- 
tion in a continuation-in-part application. 


Comment 38: One comment suggested that the practice of 
permitting the use of an executed oath or declaration of a prior 
application creates a trap for the unwary in the situation in 
which an applicant believes in error that no new matter has 
been added in the “continuation” application and does not file 
a new declaration. 
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Response: The situation outlined in the comment is less of a 
trap for the unwary than the situation in which an applicant 
files a substitute specification and believes in error that no new 
matter has been added, in that the error in the “continuation” 
may be corrected by redesignation of the application as a contin- 
uation-in-part and the filing of a new oath or declaration. Never- 
theless, it remains the applicant’s responsibility to review any 
substitute specification or new specification submitted for a 
continuation application to determine that it contains no new 
matter. See MPEP 608.01(q). An applicant is advised to simply 
file a continuing application with a newly executed oath or 
declaration when it is questionable as to whether the continuing 
application adds material that would have been new matter if 
presented in the prior application. 


Comment 39: One comment suggested that the option of sub- 
mitting “a copy of an unexecuted oath or declaration, and a 
statement that the copy is a true copy of the oath or declaration 
that was subsequently executed and filed to complete . . . the 
most immediate prior national application for which priority 
is claimed under 35 U.S.C. 120, 121 or 365(c)” was strange 
at best as the applicant or representative should have a copy 
of the oath or declaration that was filed to complete the prior 
application or could obtain one from Office records. 


Response: The suggestion is adopted. Section 1.63(d) as 
adopted provides that: “[a] newly executed oath or declaration 
is not required under § 1.51(b)(2) and § 1.53(f) in a continuation 
or divisional application filed by all or by fewer than all of 
the inventors named in a prior nonprovisional application con- 
taining an oath or declaration as prescribed by paragraphs (a) 
through (c) of this section, provided that a copy of the executed 
oath or declaration filed in the prior application is submitted 
for the continuation or divisional application.” 


Comment 40: One comment questioned whether § 1.53 (or § 
1.63) is consistent with § 1.48 as to whether the oath or declara- 
tion filed in a continuing application adding an inventor must 
be executed by all of the inventors, or just the added inventor. 


Response: The oath or declaration filed in a continuing applica- 
tion adding an inventor or a continuation-in-part application 
must name and be executed by all of the inventors. Sections 
1.48 and 1.63(e) are consistent in this regard. 


Comment 41: One comment questioned whether, in a continua- 
tion or divisional application following a chain of continuation 
or divisional applications, the copy of the executed oath or 
declaration may be a copy of the oath or declaration filed in 
the immediate prior application (which may itself be a copy 
of an oath or declaration from a prior application), or must be 
a direct copy of the originally executed oath or declaration. 


Response: Section 1.63(d) requires a copy of the oath or declara- 
tion from the prior application. In instances in which the oath 
or declaration filed in the prior application is itself a copy of 
an oath or declaration from a prior application, either a copy 
of the copy of the oath or declaration in the prior application 
or a direct copy of the original oath or declaration is acceptable, 
as both are a copy of the oath or declaration in the prior 
application. See § 1.4(d)(1)(ii). 


Section 1.67: Section 1.67 paragraph (b) is amended to change 
“§$ 1.53(d)(1)” to “§ 1.53(f)” for consistency with § 1.53. 


No comments were received regarding § 1.67. 


Section 1.69: Section 1.69(b) is amended to remove the require- 
ment that the translation be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. Section 1.69(b) is also 
amended to clarify the need for a statement that the translation 
being offered is an accurate translation, as in § 1.52 paragraphs 
(a) and (d). 


Two comments were received in regard to § 1.69 that also 
raised similar issues in regard to § 1.52, which comments are 
treated with § 1.52. 


Section 1.78: Section 1.78(a)(1) is amended to remove the 
references to §§ 1.60 and 1.62 in view of the deletion of §§ 
1.60 and 1.62, and to include a reference to an “international 
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application entitled to a filing date in accordance with PCT 
Article 11 and designating the United States of America.” 
Section 1.78(a)(2) is amended for consistency with the changes 
to § 1.53, and to provide that “[t}he identification of an applica- 
tion by application number under this section is the specific 
reference required by 35 U.S.C. 120 to every application 
assigned that application number.” 


No comments were received regarding the proposed change to 
§ 1.78. 


Section 1.84: Section 1.84(b) is amended by removing refer- 
ences to the filing of black and white photographs in design 
applications as unnecessary in view of the reference in § 1.152 
to § 1.84(b). Section 1.84 paragraphs (c) and (g) are amended 
for consistency in regard to the English equivalents (5/8 inch.) 
for 1.5 cm. 


No adverse comments were received regarding the proposed 
change to § 1.84. 


Section 1.91: The title of § 1.91 is amended to clarify that a 
certain type of material is not generally admitted in the file 
record by substitution of “admitted” for “required.” 


Section 1.91 is also amended to clarify the type of material that 
is not generally admitted into the file record of an application. 
Section 1.91(a) specifically requires a petition (with the fee set 
forth in § 1.17(i)) including an appropriate showing why entry 
of the model or exhibit into the file record is necessary to 
demonstrate patentability, unless the model or exhibit: (1) sub- 
stantially conforms with § 1.52 or § 1.84; or (2) was required 
by the Office. 


Section 1.91 is also amended to state that a model, working 
model or other physical exhibit, whose submission by appli- 
cants is generally not permitted, may be required by the Office 
if deemed necessary for any purpose in the examination of the 
application. This language is moved from § 1.92. 


Comment 42: Several adverse comments were received 
expressing concern that the addition of the term “exhibits” to 
the bar against admission of models, unless specifically required 
by the Office, would prevent applicants from making their 
best possible case for patentability, and that exhibits would be 
interpreted by the Office as barring two-dimensional as well 
as three-dimensional exhibits. 


Response: The preamble of the proposed rule indicated that 
the change to the rule is in the nature of a clarification and not 
a change in practice. Further clarification has been added to 
the rule by reference to § 1.52 or § 1.84 and to the instant 
discussion of the rule to indicate that the use of the term 
“exhibits” is in the nature of other three-dimensional models, 
such as videos, and will not bar two-dimensional exhibits cur- 
rently being accepted. Additionally, a petition route has been 
added to the rule that would permit entry of three-dimensional 
models or exhibits where they are necessary to establish patent- 
ability. Section 1.91 is also amended to expressly provide for 
the filing of a petition thereunder (rather than to require the 
filing of a petition under § 1.183) such that an applicant may 
gain entry of a model or exhibit, without a showing of an 
extraordinary situation where justice requires grant of the relief 
sought. 


The fact that a three-dimensional model or exhibit will not 
generally be entered in the record absent an appropriate showing 
does not prevent an applicant from showing the exhibit to the 
examiner for purposes of clarifying the examiner’s under- 
standing of the invention and reducing the model or exhibit to 
two-dimensional conformance with § 1.52 or § 1.84 for entry 
of that reduction to the record (which issues are separate and 
distinct from the questions as to whether the later presented 
material was originally required for an understanding of the 
invention and its subsequent addition being subject to a new 
matter objection under 35 U.S.C.132). 


Due to the unusual difficulties of storage for three-dimensional 
materials and little demonstrated need for their presence in the 
file record over what would be provided for via petition under 
§ 1.91, it is not seen to be appropriate to permit unrestricted 
entry of three-dimensional exhibits in the file record. 
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Section 1.92: Section 1.92 is removed and reserved and the 
language transferred to § 1.91(b) for improved contextual pur- 


poses. 


No comments were received regarding the proposed change to 
§ 1.92. 


Section 1.97: Sections 1.97(c) through (e) are amended by 
replacement of “certification” by “statement” (see comments 
relating to § 1.4(d)), and by clarifying the current use of “state- 
ment” by the terms “information disclosure.” 


Section 1.97(e)(2) is further amended to replace “or” by “and” 
to require that no item of information contained in the informa- 
tion disclosure statement was cited in a communication from 
a foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement, after 
making reasonable inquiry, no item of information contained 
in the information disclosure was known to any individual 
designated in § 1.56(c) more than three months prior to the 
filing of the information disclosure statement. The use of “and” 
rather than “or” is in keeping with the intent of the rule as 
expressed in the MPEP609(B)(2)(ii), that the conjunction be 
conjunctive rather than disjunctive. The mere absence of an 
item of information from a foreign patent office communication 
was clearly not intended to represent an opportunity to delay 
the submission of the item when known more than three months 
prior to the filing of an information disclosure statement to an 
individual having a duty of disclosure under § 1.56. 


No comments were received regarding the proposed change to 
§ 1.97. 


Section 1.101: Section 1.101 is removed and reserved as relating 
to internal Office instructions. 


Comment 43: A number of comments opposed the deletion of 
the rules that solely govern Office procedure. The reasons 
given for this opposition are: (1) the Office should subject 


its procedures to the notice and comment provisions of the 
Administrative Procedure Act (APA); (2) the inclusion of such 
procedures in the rules of practice imparts the force and effect 
of law to such procedures; (3) the greater deference given to 
procedures set forth in the rules of practice, rather than the 
MPEP, during court action. 


Response: The CCPA has held that applicants before the Office 
are entitled to rely not onlyon the patent statute and rules 
of practice, but on the provisions of the MPEP, during the 
prosecution of an application for patent. See In re Kaghan, 387 
F.2d 398, 401, 156 USPQ130, 132 (CCPA 1967). Thus, there 
is in practice little, if any, benefit to applicants before the Office 
in having the Office procedure set forth in the rules of practice, 
rather than the MPEP. In any event, no comment pointed to any 
specific decision, and the Office is not aware of any decision, in 
which the result turned on the inclusion of Office procedure 
in the rules of practice (rather than simply in the MPEP). 


Nevertheless, in view of the concern expressed in the comments 
as to the rules of practice setting forth the fundamentals of 
the examination of an application, the Office will retain the 
substance of §§ 1.104 and 1.105 in the rules of practice. See 
In re Phillips, 608 F.2d 879,883 n.6, 203 USPQ 971, 974 n.6 
(CCPA 1979) (although irrelevant to the result, the Office was 
criticized for piecemeal examination contrary to §§ 1.104 and 
1.105). The substance of §§ 1.104, 1.105, 1.106, 1.107, and 
1.109, however, will be combined into § 1.104 paragraphs (a)- 
(e). 

The Office will also retain § 1.351 in the rules of practice, as 
it has been relied upon as the notice that the Office will provide 
concerning changes to the rules of practice in 37 CFR Part 1. 
See In re Nielson, 816 F.2d 1567, 1571, 2 USPQ2d 1525, 
1527 (Fed. Cir. 1987). Finally, the Office will retain § 1.181 
paragraphs (d), (e), and (g) to avoid confusing petition practice, 
and § 1.325 to avoid confusion as to the requirements for 
correction of a patent. 

The Office, however, will delete §§ 1.101, 1.108, 1.122, 1.184, 


1.318, and 1.352 from 37 CFR Part |. The procedures set forth 
in §§ 1.101, 1.122, 1.184 and 1.318 do not provide meaningful 
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safeguards to applicants (e.g., § 1.101 does not ensure or give 
an applicant the right to examination of an application within 
any reasonably specific time frame). The proscription in § 1.108 
is simply an administrative instruction based upon the fact that, 
unless otherwise publicly available, abandoned applications do 
not constitute prior art under 35 U.S.C. 102 (and thus 103). 
Finally, as former § 1.352 included a “whenever required by 
law” prerequisite, it provided no independent requirement that 
the Office publish proposed rule changes for comment. 


Section 1.102: Section 1.102(a) is amended to remove the 
requirement that the showing be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.102. 


Section 1.103: Section 1.103(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.103. 


Section 1.104: Section 1.104 is amended to include paragraphs 
(a) through (e) including the substance of former §§ 1.104, 
1.105, 1.106, 1.107, and 1.109. The re-writing of §§ 1.104, 
1.105, 1.106, 1.107, and 1.109 as § 1.104(a) through (e) involves 
no change in substance. 


See comment relating to § 1.101. 


Section 1.105; Section 1.105 is removed and reserved as the 
subject matter was transferred to § 1.104(b). 


See comment relating to § 1.101. 


Section 1.106: Section 1.106 is removed and reserved as the 
subject matter was transferred to § 1.104(c). 


See comment relating to § 1.101. 


Section 1.107: Section 1.107 is removed and reserved as the 
subject matter was transferred to § 1.104(d). 


See comment relating to § 1.101. 


Section 1.108: Section 1.108 is removed and reserved as relating 
to internal Office instructions. 


See comment relating to § 1.101. 


Section 1.109: Section 1.109 is removed and reserved as the 
subject matter was transferred to § 1.104(e). 


See comment relating to § 1.101. 


Section 1.111: Section 1.111 is amended to consistently refer 
to a “reply” to an Office action. The prior section used the 
term “response” and “reply” in an inconsistent manner and 
created some confusion. Paragraph (b) of § 1.111 is also 
amended to explicitly recognize that a reply must be reduced 
to a writing which must point out the specific distinctions 
believed to render the claims, including any newly presented 
claims, patentable. It is noted that an examiner’s amendment 
reducing a telephone interview to writing would comply with 
§ 1.2. 

Comment 44: One comment asked whether pointing out one 
distinction is sufficient or must applicant provide an exhaustive 
list of all distinctions. Additionally, inquiry is made as to 
whether it is sufficient to point out the impropriety of a rejection 
under 35 U.S.C. 102 that should have been a rejection under 
35 U.S.C. 103, or must a rejection under 35 U.S.C. 103 be 
anticipated and answered. 


Response: A distinction should be kept in mind between what 
is necessary for a reply to be considered sufficient to continue 
prosecution of the application and what will advance the appli- 
cation to issuance in the most efficient manner. While pointing 
out only one distinction, such as why a rejection under 35 U.S.C. 
102 is inappropriate, would comply with the requirements of 
§ 1.111, advancement of the prosecution of the application 
would best be served by pointing out all possible distinctions, 
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so that if the argument for one distinction is not persuasive, 
another may be. Similarly, anticipation of and argument against 
a rejection under 35 U.S.C. 103 where a rejection under 35 
U.S.C. 102 should have been made under 35 U.S.C. 103 could 
possibly prevent making of the rejection under 35 U.S.C. 103 
by the examiner and an earlier issuance of the application 
thereby preserving patent term under 35 U.S.C. 154 as amended 
by Pub. L. 103-465. 


Comment 45: Three comments pointed to instances where a 
reply would not necessarily require that distinctions be pointed 
out, such as: (1) where context and arguments presented make 
the distinctions clear beyond doubt; (2) where a prima facie 
case has not been established or motivation for modification 
of a reference is lacking; (3) a secondary reference is from a 
nonanalogous art improperly combined; or (4) no reference has 
been applied. 


Response: The comment has been adopted to the extent that 
the paragraph (b) of the rule has been amended to refer to 
“any” rather than “the” applied references. Any argument that 
would make the distinctions clear beyond doubt would seem 
to require identification of the distinctions therein. Where a 
reply contains an argument that motivation for a modification 
of a reference made by an examiner does not exist, or that a 
nonanalogous secondary reference has been improperly com- 
bined, the identification of the claim element involved and the 
particular factual basis that makes the modification or combina- 
tion relating to that claim element inappropriate are necessary 
elements of a reply. That an applicant considers a rejection, 
objection, or other requirement in an Office action to be inap- 
propriate does not relieve the applicant of the burden under 35 
U.S.C. 133 of prosecuting the application to avoid abandon- 
ment. 


Comment 46: A comment suggested that the requirement for 
supplying claim distinctions for a newly presented claim is at 
odds with the Office’s burden in the first instance of explaining 
any objection or rejection of an applicant’s claim, and that the 
existing requirement that an applicant distinctly and specifically 


point out the errors in the examiner’s action and reply to every 
ground of objection and rejection are sufficient without the 
added language. Another comment noted that it is believed that 
the rule already requires that specific distinctions be supplied 
and questions what new requirements are being added by that 
additional language. 


Response: To the extent that the already existing language 
would require that claim distinctions be presented, the added 
language is seen to clarify what is required of an applicant in 
replying to an Office action and is not seen to be at odds with 
the Office’s burdenin first going forward with a rejection of 
the claims. Once a claim is rejected, there is a duty on applicants 
under § 1.111 to provide an appropriate reply as defined therein 
for applicant to be entitled to reconsideration or further exami- 
nation. 


Section 1.112: Section 1.112 is amended to remove as unneces- 
sary the statement that “any amendments after a second Office 
action must ordinarily be restricted to the rejection, objections 
or requirements made in the office action” to reflect actual 
practice, in which amendments after the second action need 
not be restricted to the rejection or the objections or require- 
ments set forth in an Office action. The heading of § 1.112 is 
also amended to add “before final action” to clarify that such 
reconsideration does not apply after a final Office action. 


No comments were received regarding the proposed change to 
§ 1.112. 


Section 1.113: Section 1.113(a) is amended to add “by the 
examiner” after “examination or consideration,” change “objec- 
tions to form” to “objections as to form” for clarity, and replace 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 1.113(b) is amended to change “clearly stating the 
reasons therefor” to “clearly stating the reasons in support 
thereof” for clarity. 


Comment 47: A number of comments argued that first action 
final practice should be eliminated without regard to an amend- 
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ment to § 1.116 as: (1) 35 U.S.C. 132 does not authorize first 
action final practice; and (2) the filing fee paid in a continuing 
application should entitle an applicant to an examination and 
reexamination in the continuing application. 


Response: The argument that 35 U.S.C. 132 does not authorize 
first action final practice has been considered by the Office 
and rejected in Jn re Bogese, 22 USPQ2d 1821 (Comm’r Pat. 
1992). Specifically, continuing applications have historically 
been considered part of a continuous proceeding in regard to 
the prior application. /d. at 1827. First action final practice 
denies an applicant the delay inherent in an additional Office 
action in a continuation application, thus compelling the appli- 
cant to draft claims in a continuation application in view of 
the prosecution history of the parent application (i.e., the rejec- 
tions and prior art of record in the parent application), and thus 
make a bona fide effort to define the issues for appeal or 
allowance. Id. at 1824-25. 


In addition, under the current patent fee structure, a significant 
portion of the Office’s costs of examining patent applications 
is recovered through issue and maintenance fees. That is, the 
filing fees required by 35 U.S.C. 41(a)(1)-(4) and § 1.16 for 
an application do not cover the Office’s full costs of examining 
that application pursuant to 35 U.S.C. 131 and 132. Therefore, 
the argument that first action final practice is inherently unfair 
in view of the filing fees paid by the applicant fails to appreciate 
the current patent fee structure. 


Due to the overwhelming opposition to the proposed changes 
to § 1.116 to simplify after final practice, the proposed change to 
§ 1.113 to eliminate first action final practice and the proposed 
changes to § 1.116 to simplify after final practice are not 
adopted in this Final Rule. The Office will give further consider- 
ation to the elimination of first action final practice. 


Comment 48: One comment suggested that § 1.113 should be 
clarified to reflect the intent of the rule change that a first 
action final rejection not issue in a continuation application. 


Response: The proposed change to § 1.113 to prohibit a first 
action final rejection is not being adopted. 


Section 1.115; Section 1.115 has been removed and reserved, 
rather than amended to contain the material of former §§ 1.117 
through 1.118, 1.123 and 1.124. The subject matter proposed 
to be included in § 1.115 has been transferred to § 1.121. The 
change does not constitute a change in substance; the material 
of the deleted sections has simply been rearranged and edited 
for clarity and contextual purposes in § 1.121. The reference 
in § 1.115(b)(2) relating to the rejection of claims containing 
new matter has not been retained in § 1.121 as unnecessary. 


Comment 49: One comment recognizing that the subject matter 
of § 1.118 is transferred to § 1.115 (now § 1.121) noted that 
the particular material of the second and third sentences of 
paragraph (a) of § 1.118(a) was not so transferred and should 
be. 


Response: While the exact language of the second and third 
sentences of paragraph (a) of § 1.118 was not transferred to 
1.121 (§ 1.115 as originally proposed), the concept is retained 
in § 1.121, paragraphs (a)(6), (b)(5), and (c)(1), in condensed 
form. 


Comment 50: One comment objected to the requirement of 
paragraph (d) of § 1.115 (now § 1.121) where a disclosure 
must be amended to secure correspondence between the claims, 
the specification and the drawings. Forcing the specification 
to parrot the language of new claims, where only new claims 
originally use a term not found in the original disclosure and 
in the original claims, is said to impose an undue burden on 
applicant and jeopardize the validity of all the claims if the 
new term is found to be new matter. 


Response: The comment does not explain why a specification 
containing a later added expression subsequently found to con- 
tain new matter will adversely affect claims that do not contain 
that expression, particularly if a portion of the specification is 
retained that provides support for claims not containing that 
expression. Additionally, the requirement being criticized is 
not a new requirement but was material transferred from § 


1.117. However, the comment was adopted in-part in that § 
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1.121, paragraphs (a)(5) and (b)(4), require only “substantial 
correspondence” between the claims, the remainder of the spec- 
ification, and the drawings. 


Comment 51: One comment suggested that the term “sketch” 
in paragraph (e) of § 1.115 (now § 1.121) be broadened to 
“drawing.” 


Response: Sections 1.121(a)(3)(ii) and 1.121(b)(3)(ii) recite 
sketch, which has been interpreted by the Office to include a 
copy. The use of sketch is seen to be the broader term in 
allowing a handwritten alteration of a copy of the previously 
submitted drawing to be done without the need for a color 
copy being obtained. 


Comment 52: One comment suggested that paragraph (f) of § 
1.115 (now § 1.121), requiring no interlineations to appear in 
a clause as finally presented, is inconsistent with the require- 
ments of § 1.121 requiring brackets and underlining of the 
subject matter deleted and added. 


Response: The comment was adopted by clarifying § 
1.121(a)(iii) as adopted by reciting that the interlineation prohi- 
bition relates to previous amendments being depicted in a subse- 
quent amendment, and to limit its applicability to applications 
other than reissue applications (thereby also excluding reexami- 
nation proceedings) in that all changes from the patent are 
required to be shown in reissue applications and reexamination 
proceedings. 


Section 1.116: Section 1.116 is amended by adding the phrase 
“or appeal” to its heading. This change clarifies the current 
practice that paragraphs (b) and (c) apply to amendments filed 
after an appeal, regardless of whether the application was sub- 
ject to a final rejection prior to the appeal. 


Section 1.116(a) is also amended for clarity to limit amend- 
ments after a final rejection or other final action (§ 1.113) to 
those amendments cancelling claims or complying with any 
requirement of form set forth in a previous Office action, and 


replaces the phrase “any proceedings relative thereto” with 
“any related proceedings” for clarity. The amendment does not 
represent a change in practice under § 1.1 16(a) as was originally 
proposed, but merely a clarification of when an applicant is 
entitled to entry of an amendment under § 1.116(a). 


Comment 53: Almost every comment relating to the proposed 
change to § 1.116 to limit entry of amendments after a final 
Office action based on simplification of issues for appeal 
opposed the change. The various rationales included: (1) a 
liberal practice by examiners in entering amendments after 
final rejection based on a willingness to engage in significant 
negotiations after final rejection; (2) an increased burden on 
the Board of Patent Appeals and Interferences (Board); (3) a 
loss of potential patent term under 35 U.S.C. 154 if refiling 
an application was routinely required; (4) a loss of clarity by 
applicant and the examiner of theissues involved, in that it is 
frequently only after the second action that the issues become 
clarified, particularly as counsel are not aware of the art that 
may actually be applied against the claims and therefore do 
not submit claims that can read over such art; (5) to the extent 
the need to enter amendments causes refiling of an application, 
greater resources from the Office are required as opposed to 
simply entering the amendment in the prior application; (6) 
there will be an increase in the requests for interviews after 
first action; (7) the change represents encouragement for exam- 
iners to cut down on papers entered particularly in view of the 
crediting system; and (8) the proposal is not helpful to applicant 
and is only a revenue generator. 


Several alternative suggestions were made including: (1) a fee 
to have amendments after final entered as a matter of right; 
(2) discretion for examiners to enter any amendment should 
be explicitly stated in the rule; (3) consider substantive amend- 
ments if submitted at least one month in advance of the end of 
the reply period; (4) eliminate applicant’s concern for expedited 
handling of § 1.116 amendments by having a new period for 
appealing or refiling; (5) entry of amendment to solely correct 
rejections under 35 U.S.C. 112, 42, should be permitted; (6) 
first after final submission permitted entry under simplification 
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of issuesstandard and any subsequent submission would only 
be permitted under standard as proposed without simplification 
of issues available; (7) merging of a dependent claim into an 
independent claim ought to be explicitly permitted as a matter 
of right; (8) provide a standard of entry dependent upon good 
and sufficient reason as to why the amendment after final was 
not made earlier; (9) permit consideration of the amendment 
for allowable subject matter to save applicant cost of refiling 
for such determination; and (10) change should be linked with 
a prohibition on applying a new reference in a final rejection. 


Response: In view of the issues raised and the alternative sug- 
gestions presented, it has been determined that further study 
is required. The comments have been adopted solely to the 
extent that the proposed change to delete simplification of issues 
for purpose of appeal, as a basis for entry of an amendment after 
final rejection, will not be implemented at this time. 


Section 1.117: Section 1.117 is removed and reserved as the 
subject matter was transferred to § 1.121. 


No comments were received regarding the proposed change to 
§ 1.117. 


Section 1.118: Section 1.118 is removed and reserved and its 
subject matter transferred to § 1.121. 


See first comment related to § 1.115. 


Section 1.119: Section 1.119 is removed and reserved as dupli- 
cative of the provisions of §§ 1.111 and 1.121. 


No comments were received regarding the proposed change to 
§ 1.119. 


Section 1.121: Section 1.121, paragraphs (a) through (f), are 
replaced with paragraphs (a) through (c), which separately treat 
amendments in non-reissue nonprovisional applications (para- 
graph (a)), amendments in reissue applications (paragraph (b)), 
and amendments in reexamination proceedings (paragraph (c)). 
The intent of the changes is to retain amendment practice in 
regard to non-reissue applications prior to the changes proposed 
in the Notice of Proposed Rulemaking and to make final the 
changes in amendment practice in regard to reissue applications 
proposed in the Notice of Proposed Rulemaking, except for 
requiring copies of all claims as of the date of submission of 
an amendment and a constructive cancellation in their absence. 
Additionally, while retaining the previous amendment practice 
in non-reissue applications, the regulations have been clarified 
by deletion of §§ 1.115, 1.117 through 1.118, 1.123, and 1.124 
and placement of subject matter thereof in § 1.121. 


Comment 54: Most comments received on the proposed change 
in amendment practice as it relates to non-reissue applications 
to bring it into line with reissue and reexamination amendment 
practices were very negative. In particular, the proposed 
changes to present a complete copy of the claims when any 
amendment to the claims is made, and to hold a constructive 
cancellation for any claim copy not presented were alarming. 
However, similar comments were not received in regard to the 
proposed changes to bring reissue and reexamination practice 
closer together. 


Response: The comments were adopted in that the proposed 
changes, other than clarifications of current practice, will not 
be implemented now and further study will be undertaken to 
include suggestions presented in regard to this rule. 


Comment 55: Several comments offered suggestions and 
requested clarifications: (1) whether this was an attempt to 
push the practice closer to PCT where substitute pages are 
used; (2) use of different markings such as strikeouts of word 
processors; (3) only requirecomplete copy of claims at issue; 
(4) only have a status listing of all claims not complete copy 
with each response; (5) continuations or divisions should be 
filed showing markups; (6) require only that new claims pages 
be substituted; (7) objection to the submission of a separate 
complete set of claims in addition to the amendments being 
made; (8) some instances separate set may be appropriate and 
not too much of a burden; and (9) there should beexception, 
liberal reinstatement, or rebuttable presumption for constructive 
cancellation if clerical omission. 
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Response: Paragraphs (a) and (b) of § 1.121 each separately 
treat amendment of the specification (paragraphs (a)(1) and 
(b)(1)), and of the claims (paragraphs (a)(2) and (b)(2)). In 
comparing amendment practice to the specification for non- 
reissue and reissue applications, all amendments in the reissue 
application are to be made relative to (i.e., vis-a-vis) the specifi- 
cation (including the claims) and drawings of the original patent 
as of the date of the filing of the reissue application. Changes 
are shown using underlining and bracketing relative to the 
patent specification. In addition, the entire paragraph of disclo- 
sure with the changes and the entire claim with the changes 
must be presented, in making the amendment. On the other 
hand, amendments in a non-reissue application are to be made 
relative to prior amendments (with underlining and bracketing 
in a reproduced claim reflecting changes made relative to the 
prior amendment), and insertions and deletions can be made 
without reproducing the entire paragraph of disclosure or the 
entire claim. Further (for a non-reissue application), in 
amending the text of the disclosure other than the claims, 
changes are not shown by underlining and bracketing, even 
where a paragraph of disclosure is reproduced. 


Paragraph (a) of § 1.121 relates to amendments in non-provi- 
sional applications, other than reissue applications, and retains 
a reference to § 1.52. Paragraph (a)(1) relates to the manner 
of making amendments in the specification, other than in the 
claims. Paragraph (a)(1)(i) requires the precise point in the 
specification to be indicated where an addition is to be inserted. 
Paragraph (a)(1)(ii) requires the precise point in the specifica- 
tion to be indicated where a deletion is to be made. This should 
be compared to addition or cancellation of material from the 
patent specification in a reissue application (paragraph 
(b)(1)(ii)) or in are examination proceeding (§ 1.530(d)(1)(ii), 
e.g., by way of a copy of the rewritten material). An amendment 
containing deletions mixed with additions will be treated 
according to both paragraphs (a)(1)(i) and (a)(1)(ii). Amend- 
ments to the specification, additions or deletions, do not require 
markings, only identification of an insertion point. However, 
where the changes made are not readily apparent the applicant 
may be requested by the examiner to provide an explanation 
of the changes or a marked up copy showing the changes made. 
Paragraph(a)(1)(iii) provides that to reinstate matter previously 
deleted it must be reinstated by a new amendment inserting 
the matter. 


Paragraph (a)(2) of § 1.121 relates to the manner of making 
amendments in the claims of a non-reissue application. Para- 
graph (a)(2)(i) permits amendment by instructions to the Office 
for a deletion, paragraph (a)(2)(i)(A), or for an addition limited 
to five words in any one claim, paragraph (a)(2)(i)(B). The 
ability to provide directions to the Office for the handwritten 
deletion of five words or less for each claim does not encompass 
deletion of equations, charts or other non-word material. Para- 
graph (a)(2)(1i) sets forth that a claim may be amended by a 
direction to cance] the claim, or by rewriting the claim with 
markings showing material to be added and deleted. Addition- 
ally, previously rewritten claims are required to be so marked 
and not to have interlineations showing amendment(s) previous 
to the one currently being submitted. 


Paragraph (a)(3) of § 1.121 clarifies that amendments to the 
original application drawings for non-reissue applications are 
not permitted and are to be made by way of a substitute sheet 
for each original drawing sheet that is to be amended. The 
paragraph contains material from cancelled § 1.115. 


Paragraph (a)(4) of § 1.121 requires that any amendment pre- 
sented in a substitute specification must be presented under the 
provision of this section either prior to or concurrent with 
the submission of the substitute specification. The paragraph 
contains material from cancelled § 1.115. 


Paragraph (a)(5) of § 1.121 requires amendment of the disclo- 
sure in certain situations (i.e., to correct inaccuracies of descrip- 
tion and definition) and to secure substantial correspondence. 
The paragraph contains material from cancelled § 1.117. The 
previous requirement for “correspondence” has been modified 
by use of “substantial correspondence.” See comments to § 
1.115. 
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Paragraph (a)(6) prohibits the introduction of new matter into 
the disclosure of a non-reissue, non-provisional application. 


Paragraph (b) of § 1.121 applies to amendments in reissue 
applications. Paragraph (b)(1) of § 1.121 relates to the manner 
of making amendments to the specification, other than in the 
claims, in reissue applications. Paragraph (b)(1)(i) requires that 
amendments including deletions be made by submission of a 
copy of one or more newly added or rewritten paragraphs with 
markings, except that an entire paragraph may be deleted by 
a statement deleting the paragraph without presentation of the 
text of the paragraph. Paragraph (b)(1)(ii) requires indication 
of the precise point in the specification where the paragraph 
which is being amended is located. When a change in one 
sentence, paragraph or page results in only format changes to 
other pages (e.g., shifting of non-amended text to subsequent 
pages) not otherwise being amended, such format changes are 
not to be submitted. Compare to amendments to the specifica- 
tion, other than in the claims, of non-reissue applications 
wherein deletions are permitted, paragraph (a)(1)(ii) of this 
section. Paragraph (b)(1)(iii) defines the marking set forth in 
paragraph (b)(1)(ii) of this section. Proposed paragraph 
(b)(1)(iii), relating to a requirement for submission of all 
amendments be presented when any amendment to the specifi- 
cation is made, was not implemented. 


Paragraph (b)(2) of § 1.121 relates to the manner of making 
amendments to the claims in reissue applications. Paragraph 
(b)(2)(i)(A) of § 1.121 requires the entire text of each patent 
claim that is being amended by the current amendment and of 
each claim being added by the current amendment. Requests 
that the Office hand-enter changes of five or less words, former 
§ 1.121(c)(2), will no longer be permitted. Pending claims, 
whether previously amended or not, that are not being amended 
by the current amendment are not to be resubmitted. This 
procedure is different from § 1.121(a)(2)(i)(B), which permits 
requests that the Office hand-enter changes of five or less words 
in a non-reissue application. Additionally, provision is made 
for the cancellation of a patent claim by a direction to cancel 
without the need for marking by brackets. Paragraph 
(b)(2)(i)(B) requires that patent claims not be renumbered. 
Paragraph (b)(2)(i)(C) identifies the type of marking required 
by paragraph (b)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (b)(2)(ii) of § 1.121 requires that each amendment 
submission set forth the status (i.e., pending or cancelled) of 
all patent claims and all added claims as of the date of the 
submission, as not all claims (non-amended claims) are to 
be presented with each submission, paragraph (b)(2)(iv). The 
absence of submission of the claim status would result in an 
incomplete reply (§ 1.135(c)). 


Paragraph (b)(2)(iii) of § 1.121 requires that each claim amend- 
ment be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment. The absence of an 
explanation would result in an incomplete reply (§ 1.135(c)). 


Comment 56: One comment requested that the Office clarify 
how an applicant would satisfy this requirement when the 
amendment involves a simple editorial change, or when the 
amendment uses terms that find no explicit support in the 
patent. 


Response: When it is clear that the amendment simply involves 
an editorial change and doesnot add material for which support 
in the disclosure is required, the reply may simply explain that 
the amendment is merely making an editorial change. When 
the amendment uses terms that find no explicit support in the 
specification, the reply must set forth where the specification 
provides, at least implicitly, support for the amendment as 
required by 35 U.S.C. 112, 41. In addition, an amendment to 
the specification to secure correspondence between the specifi- 
cation and the claims will also be required. See § 1.75(d)(1) 
and MPEP 608.01(0). Obviously, an amendment that does not 
find either explicit or at least implicit support in the specification 
as required by 35 U.S.C. 112, 4, is not permitted. See 35 
U.S.C. 251, 1, (last sentence). 


Proposed paragraphs (b)(2)(iv) and (v) of this section, relating 
to a requirement for presentation of all amendments as of the 
date any amendment to the claims is made, and to the treatment 
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of the failure to submit a copy of any added claim as a direction 
to cancel that claim, were not implemented. 


Paragraph (b)(3) of § 1.121 clarifies that amendments to the 
patent drawings are not permitted and that any change must 
be by way of a new sheet of drawings with the amended figures 
being identified as “amended” and with added figures identified 
as “new” for each sheet that has changed. The paragraph con- 
tains material from cancelled § 1.115. 


Paragraph (b)(4) of § 1.121, added in view of the deletion of 
§ 1.115 paragraph (d), requires amendment of the disclosure 
in certain situations (i.e., to correct inaccuracies of description 
and definition) and to secure substantial correspondence 
between the claims, the remainder of the specification, and the 
drawings. The previous requirement for “correspondence” has 
been modified by use of “substantial correspondence.” See 
comments to § 1.115. 


Paragraph (b)(5) of § 1.121, containing material transferred 
from proposed paragraph (b)(2)(vi) (now deleted), clarifies that: 
(1) No reissue patent will be granted enlarging the scope of 
the claims unless applied for within two years from the grant 
of the original patent (additional broadening outside the two- 
year limit is appropriate as long as some broadening occurred 
within the two-year period, Jn re Doll, 419 F.2d 925, 164 USPQ 
218 (CCPA1970)); and (2) no amendment may introduce new 
matter or be made in an expired patent. 


Paragraph (b)(6) of § 1.121 has been added to clarify that 
all amendments must be made relative to (i.e., vis-a-vis) the 
specification (including the claims) and drawings of the original 
patent as of the date of the filing of the reissue application. 
If there was a prior change to the patent (made via a prior 
reexamination certificate, reissue of the patent, certificate of 
correction, efc.), the first amendment must be made relative to 
the patent specification aschanged by the prior proceeding or 
other mechanism for changing the patent. In addition, all 
amendments subsequent to the first amendment must be made 
relative to the patent specification in effect as of the date of 
the filing of the reissue application, and not relative to the prior 
amendment. 


Paragraph (c) of § 1.121 clarifies that amendments in reexami- 
nation proceedings are to be made in accordance with § 
1.530(d). 


Section 1.121 as applied to reissue applications does not provide 
for replacement pages whereby a new page would be physically 
substituted for a currently existing page. However, an applicant 
can direct that a page or pages (“Page(s) ”) be can- 
celled and that updated materials be inserted in its place. 


The wide availability of word processing should enable appli- 
cants to more easily submit updated material providing greater 
accuracy and thereby eliminating the need for the Office to 
hand-enter amendments. To that end, § 1.125 is amended to 
reflect current practice that a substitute specification may be 
submitted in an application, other than a reissue application, 
at any point up to payment of the issue fee as a matter of 
right, provided that such substitute specification is submitted 
in compliance with the requirements set forth in § 1.125. 


Section 1.122: Section 1.122 is removed and reserved as repre- 
senting internal Office instruction. 

See comments related to § 1.101. 

Section 1.123: Section 1.123 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 

No comments were received regarding the proposed change to 
§ 1.123. 

Section 1.124: Section 1.124 is removed and reserved and its 
subject matter transferred to § 1.121 for better context. 

No comments were received regarding the proposed change to 
§ 1.124. 


Section 1.125: Section 1.125 is amended by addition of para- 


graphs (a) through (d). Section 1.125(a) retains the current. 


practice that a substitute specification may be required by the 
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examiner and has been clarified to note that if the legibility of 
the application papers shall render it difficult to consider the 
application, the Office may require a substitute specification. 


Section 1.125 is amended in view of the continued prosecution 
application under § 1.53(d), to reflect the current liberalized 
practice as set forth in MPEP 608.01(q), and to delete the 
verification requirement for the no new matter statement. See 
comments to § 1.4(d). 


Section 1.125(b) specifically provides for the filing of a substi- 
tute specification, excluding the claims, at any point up to 
payment of the issue fee, if it is accompanied by: (1) a statement 
that the substitute specification includes no new matter; and 
(2) a marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record (i.e., the specification to be replaced 
by the substitute specification). While § 1.125(b)(2) requires 
the marked-up copy show the additions and deletions, it does 
not require that such additions and deletions be shown by 
underlining and bracketing. Rather, it permits the use of other 
indicia (e.g., redlining and strikeouts) to show additions and 
deletions so that the document-compare feature of conventional 
word-processing programs can be used to produce the marked- 
up substitute specification. 


Section 1.125(b), as proposed, would have required that a sub- 
stitute specification contain only changes that were previously 
or concurrently submitted by an amendment under § 1.121. 
The Office, however, is not adopting this proposal. Creating 
a copy of the substitute specification showing the additions 
and deletions is relatively easy using the document-compare 
feature of a conventional word-processing program, when com- 
pared to the burden of preparing an amendment under § 
1.121(a)(1) showing numerous changes to a specification. Thus, 
the Office is adopting the requirement currently set forth in 
MPEP 608.01(q) for a marked-up copy of the substitute specifi- 
cation showing the additions and deletions. 


Comment 57: One comment stated that it is not clear exactly 
what is to be submitted with the substitute specification under 
paragraph (b)(2) of this section even though paragraph (c) 
requires it to be in clean form without markings. 


Response: Section 1.125 requires an applicant filing a substitute 
specification to submit:(1) the substitute specification in clean 
form without markings (§ 1.125(c)); (2) a marked-up copy 
showing the additions and deletions relative to the specification 
it is replacing (§ 1.125(b)(2)); and (3) a statement that the 
substitute specification includes no new matter (§ 1.125(b)(1)). 


Section 1.125(c) is amended to clarify that a substitute specifi- 
cation is to be submitted without markings as to amended 
material. 


Section 1.125(d) does not permit a substitute specification in 
reissue or reexamination proceedings as markings for changes 
from the patent are required therein. 


Section 1.126: Section 1.126 is amended to delete the phrase 
“| except when presented in accordance with § 1.121(b)” for 
consistency with the change to § 1.121. 


No comments were received regarding § 1.126. 


Section 1.133; Section 1.133(b) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.133 
8 «LJ. 


Section 1.134: Section 1.134 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.134 
§ 1.154. 


Section 1.135: Section 1.135 paragraphs (a) and (c) are amended 
by replacement of “response” with “reply” in accordance with 
the change to § 1.111. Section 1.135(b) is amended to clarify 
that the admission of or refusal to admit any amendment after 
final rejection, and not just an amendment not responsive to 





1232 OG 558 
(203) 


the last Office action, shall not operate to save the application 
from abandonment. 


Section 1.135(c) is amended to provide that a new “time period” 
under § 1.134 may be given if areply to a non-final Office action 
is substantially complete but consideration of some matter or 
compliance with some requirement has been inadvertently 
omitted. This replaces the practice in which an applicant may 
be given an opportunity to supply the omission through the 
setting of a “time limit” of one month that is not extendable. 
Under § 1.135(c) as adopted, a one-month shortened statutory 
time period will generally be set enabling an applicant to peti- 
tion for extensions of time under § 1.136(a). Where 35 U.S.C. 
133 requires a period longer than one month (i.e., actions mailed 
in the month of February), a shortened statutory period of 30 
days will be set. 


The setting of a time period for reply under § 1.134 (rather 
than a time limit) results in the date of abandonment (when 
no further reply is filed) being the expiration of the new time 
period rather than the date of expiration of the period of reply 
set in the original Office action for which an incomplete reply 
was filed. Thus, the amendment to § 1.135(c) permits the filing 
of a continuing application as an alternative to completing the 
reply, whereas the previous practice required an applicant to 
complete the reply that was held to be incomplete orelse the 
application was held to be abandoned (retroactively) as of the 
expiration of the original period for reply. Thus, applicants had 
to file an unnecessary reply to preservependency where their 
only intent was to file a continuing application. Section 
1.135(c), as amended, sets forth a new period within which a 
continuing application can be filed, without the applicant having 
to supply the omission in the prior application to preserve 
pendency. In addition, applicant may file any other reply as 
may be appropriate under § 1.111, regardless of whether a 
continuing application is filed. 


Comment 58: Two comments objected to the change on the 
basis that it is subject to intentional misuse. It is argued that 
it encourages an applicant to send in piecemeal replies and 
permits use of the time period as a subterfuge for extending 
prosecution as § 1.135(c) does not specify how many times an 
incomplete reply can be given. 


Response: 35 U.S.C. 154 as amended by Pub. L. 103-465 should 
provide the necessary incentive for applicants to prosecute an 
application without undue delay. Additionally, the examiner 
can determine that the failure to provide a complete reply was 
not “inadvertent” (especially where an applicant was previously 
notified of the deficiencies in the reply), and not set a period 
under § 1.135(c). 


Comment 59: One comment suggested amending § 1.135(c) 
from “may” to “shall” so that an examiner must provide an 
opportunity to an applicant to complete a reply, and that § 
1.135(c) should not be limited to replies to non-final Office 
actions so that if an application is in condition for allowance 
except for an inadvertent omission it would be beneficial for 
all parties to provide the same benefit as for non-final actions. 


Response: The term “may” is used rather than “shall” to 
encourage applicants to provide a complete reply, in that an 
applicant providing an incomplete reply cannot be certain of 
being provided with an additional time period to prosecute the 
application. 


Section 1.113(a) provides that the only reply to a final Office 
action effective to avoid abandonment of an application is: 
(1) an amendment under § 1.116 that prima facie places the 
application in condition for allowance; or (2) a notice of appeal 
(and appeal fee) under § 1.191. Thus, the only reply under § 
1.113(a) that will ensure that abandonment of the application 
will be avoided is: (1) an amendment under § 1.116 that cancels 
all of the rejected claims; or (2) a notice of appeal (and appeal 
fee) under § 1.191 (§ 1.113(a)). That is, an applicant filing a 
proposed amendment under § 1.116 or arguments in reply to 
a final Office action has no assurance that such reply will 
necessarily result in allowance of the application. Given the 
limited nature of the replies under § 1.113 to a final Office 
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action, it is not appropriate to provide a time period under § 
1.135(c) to complete a reply to a final Office action. 


Section 1.135(c) is also amended to remove an unnecessary 
reference to consideration of the question of abandonment and 
to clarify that the reply for which applicant may be given a 
new time period to reply to must be a “non-final” Office action. 


Section 1.136: Section 1.136(a)(1) is amended to recite the 
availability of a maximum of five rather than four months as 
an extension of time, subject to any maximum period for reply 
set by statute. For example, when a one-month or 30-day period 
is set for reply to a restriction requirement or for completing 
a reply under §1.135(c), that period may be extended up to the 
six-month statutory (35 U.S.C. 133) maximum. In addition, as 
the two-month period set in § 1.192(a) for filing an appeal 
brief is not subject to the six-month maximum period specified 
in 35 U.S.C. 133, the period for filing an appeal brief may be 
extended up to seven months. 


Comment 60: At least one comment noted that there is no 
statutory authority under 35 U.S.C. 41(a)(8)(C) for the $2,010 
amount set for the fifth month extension of time. 


Response: See the response to comment 5. 


Section 1.136(a)(1) is also amended by replacement of 
“respond” with “reply” in accordance with the change to § 
1.111 and for clarification. 


Section 1.136(a)(2) is amended by replacement of “respond” 
with “reply” in accordance with the change to § 1.111 and 
other clarification changes. 


Comment 61: One comment questioned whether the addition 
in paragraph (a)(2) of § 1.136 that requires a reply to be filed 
prior to the expiration of the period of extension to avoid 
abandonment of the application will affect the timely filing of 
a reply under §§ 1.8 or 1.10 where the mail date rather than 
the receipt date is the end of the period for reply. 


Response: The referred to addition has been noted to be a 
clarification and not a change in practice. The added language 
does not change current practice under §§ 1.8 and 1.10. 


Section 1.136 is amended by addition of paragraph (a)(3) that 
provides for the filing in an application a general authorization 
to treat any reply requiring a petition for an extension of time 
for its timely submission as containing a request therefor for 
the appropriate length of time. The authorization may be filed 
at any time prior to or with the submission of a reply that 
would require an extension of time for its timely submission, 
including submission with the application papers. Previously, 
the mere presence of a general authorization, submitted prior 
to or with a reply requiring an extension of time, to charge all 
required fees does not amount to a petition for an extension 
of time for that reply (MPEP 201.06 and 714.17) and under 
the proposed amended rule the submission of a reply requiring 
an extension of time for its timely submission would not be 
treated as an inherent petition for an extension of timeabsent 
an authorization for all necessary extensions of time. The Office 
will continue to treat all petitions for an extension of time as 
requesting the appropriate extension period notwithstanding an 
inadvertent reference to a shorter period for extension and 
will liberally interpret comparable papers as petitions for an 
extension of time. Applicants are advised to file general authori- 
zations for payment of fees and petitions for extensions of time 
as separate papers rather than as sentences buried in papers 
directed to other matters (such as an application transmittal 
letter). The use of individual papers directed only to an exten- 
sion of time or to a general authorization for payment of fees 
would permit the Office to more readily identify the presence 
of such items and list them individually on the application file 
jacket, thus facilitating future identification of these authoriza- 
tions. 


Comment 62: Two comments requested that it be clarified 
whether the reference to submission of a paper with an authori- 
zation is to be construed as allowing for submission of a stan- 
dard sentence in a general reply to an Office action that includes 
a check box on anapplication transmittal form. 
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Response: The comments have been adopted and the proposed 
language of paragraph (a)(3) of § 1.136 modified to replace 
the reference to “paper” with “written request.” 


Section 1.136(a)(3) is additionally amended to provide that 
general authorizations to charge fees are effective to meet not 
only the requirement for the extension of time fee for replies 
filed concurrent or subsequent to the authorization but also 
represent a constructive petition for an extension of time, which 
is a change from current practice wherein a general authoriza- 
tion to charge additional fees does not represent a petition 
for an extension of time, which petition must be separately 
requested. 


Section 1.136(a)(3) also includes the sentence “[s]ubmission of 
the fee set forth in § 1.17(a) will also be treated as a constructive 
petition for an extension of time in any concurrent reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission.” This provides for those instances 
in which an applicant files a reply with a check (or other means 
of payment under § 1.23) for the requisite fee under § 1.17(a)(1) 
through (5) for the petition under § 1.136(a) required to render 
such reply timely, but omits a request (i.e., a petition) for an 
extension of time under § 1.136(a). In such instances, the mere 
submission of the appropriate fee will be treated as a construc- 
tive petition for the extension of time to render the reply timely. 


Section 1.136(b) is amended for clarity and to replace the phrase 
“response” with the phrase “reply” for consistency with § 1.111. 


Section 1.137: Section 1.137 is amended to, inter alia, incorpo- 
rate revival of abandoned applications and lapsed patents for 
the failure: (1) to timely reply to an Office requirement in a 
provisional application (§ 1.139); (2) to timely pay the issue 
fee for a design application (§ 1.155); (3) to timely pay the 
issue fee for a utility or plant application (§ 1.316); or (4) to 
timely pay any outstanding balance of the issue fee (§ 1.317) 
(lapsed patents). 


Section 1.137(a) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unavoidable” standard; 
(2) that “where the delay in reply was unavoidable, a petition 
may be filed to revive an abandoned application or a lapsed 
patent pursuant to [§ 1.137(a)]”; and (3) the requirements for 
a grantable petition pursuant to § 1.137(a) in paragraphs (a)(1) 
through (a)(4). 


Section 1.137(a)(1) (and § 1.137(b)(1)) are amended to provide 
that a grantable petition pursuant to § 1.137(a) must be accom- 
panied by “[t]he required reply, unless previously filed.” Sec- 
tion 1.137(a)(1) (and § 1.137(b)(1)) is amended to further 
provide that “[i]n a nonprovisional application abandoned for 
failure to prosecute, the required reply may be met by the filing 
of a continuing application” and that “[iJn an application or 
patent, abandoned or lapsed for failure to pay the issue fee or 
any portion thereof, the required reply must be the payment 
of the issue fee or any outstanding balance thereof.” 


Under § 1.137(a)(1) (and § 1.137(b)(1)), a continuing applica- 
tion is a permissive (i.e., “may be met’) reply in a nonprovi- 
sional application abandoned for failure to prosecute, in that 
an applicant in a nonprovisional application abandoned for 
failure to prosecute may file a reply under § 1.111 to a non- 
final Office action or a reply under § 1.113 (e.g., notice of 
appeal) to a final Office action, or may simply file a continuing 
application as the required reply. The Office, however, may 
require a continuing application (or request for further examina- 
tion pursuant to § 1.129(a)) to meet the reply requirement of 
§ 1.137(a)(1) (or § 1.137(b)(1)) where, under the circumstances 
of the application, treating a reply under §§ 1.111 or 1.113 
would place an inordinate burden on the Office. Exemplary 
circumstances of when treating areply under §§ 1.111 or 1.113 
may place an inordinate burden on the Office are: (1) an applica- 
tion abandoned for an inordinate period of time; (2) the applica- 
tion file containing multiple or conflicting replies to the last 
Office action; and (3) the submission of a reply or replies under 
§ 1.137(a)(1) (or § 1.137(b)(1)) that are questionable as to 
compliance with §§ 1.111 or 1.113. 

While the revival of applications abandoned for failure to timely 


prosecute and for failure to timely pay the issue fee are incorpo- 
rated together in § 1.137, the statutory provisions for the revival 
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of an application abandoned for failure to timely prosecute and 
for failure to timely submit the issue fee are mutually exclusive. 
See Brenner v. Ebbert, 398 F.2d 762, 1STUSPQ 609 (D.C. 
Cir.), cert. denied 393 U.S. 926, 159 USPQ 799 (1968). 35 
U.S.C. 151 authorizes the acceptance of a delayed payment of 
the issue fee, if the issue fee “is submitted . . . and the delay 
in payment is shown to have been unavoidable.” 35 U.S.C. 
41(a)(7) likewise authorizes the acceptance of an “unintention- 
ally delayed payment of the fee for issuing each patent.” Thus, 
35 U.S.C. 41(a)(7) and 151 each require payment of the issue 
feeas a condition of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the filing of 
a continuing application without payment of the issue fee or 
any outstanding balance thereof is not an acceptable proposed 
reply in an application abandoned or patent lapsed for failure 
to pay the issue fee or any portion thereof. 


The Notice of Allowance requires the timely payment of the 
issue fee in effect on the date of its mailing to avoid abandon- 
ment of the application. In instances in which there is an increase 
in the issue fee by the time of payment of the issue fee required 
in the Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then in effect. 
See In re Mills, 12 USPQ2d 1847 (Comm’r Pat. 1989). The 
phrase “for failure to pay the issue fee or any portion thereof” 
applies to those instances in which the applicant fails to pay 
either the issue fee required in the Notice of Allowance or the 
balance of the issue feerequired in a subsequent notice. In such 
instances, the proposed reply must be the issue feethen in effect, 
if no portion of the issue fee was previously submitted, or any 
outstanding balance of the issue fee then in effect, if a portion 
of the issue fee was previously submitted. 


These changes to § 1.137(a)(1) (and § 1.137(b)(1)) are neces- 
sary to incorporate into § 1.137 the revival of abandoned appli- 
cations and lapsed patents for the failure to: (1) timely reply 
to an Office requirement in a provisional application (§ 1.139), 
(2) timely pay the issue fee (§§ 1.155 and 1.316), or (3) timely 
pay any outstanding balance of the issue fee (§ 1.317). 


Section 1.137(a)(3) is amended to provide that a grantable 
petition pursuant to § 1.137(a) must be accompanied by “{a] 
showing to the satisfaction of the Commissioner that the entire 
delay in filing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to this 
paragraph was unavoidable.” 

Section 1.137(a) deletes the requirement that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment.” The genesis of 
the “promptly filed” requirement in § 1.137(a) is the legislative 
history of Pub. L. 97-247, § 3, 96 Stat. 317 (1982) (which 
provides for the revival of an “unintentionally” abandoned 
application), which provides, inter alia, that: 


In order to prevent abuse and injury to the public the Commis- 
sioner could require a terminal disclaimer equivalent to the 
period of abandonment and could require applicants to act 
promptly after becoming aware of the abandonment. 


See H.R. Rep. No. 542, 97th Cong., 2d Sess. 7 (1982), reprinted 
in 1982 U.S.C.C.A.N. 771 (emphasis added). 


Nevertheless, 35 U.S.C. 133 and 151 each require a showing 
that the “delay” was “unavoidable,” which requires not only a 
showing that the delay which resulted in the abandonment 
of the application was unavoidable, but also a showing of 
unavoidable delay until the filing of a petition to revive. See 
In re Application of Takao, 17 USPQ2d 1155 (Comm’r Pat. 
1990). The burden of continuing the process of presenting a 
grantable petition in a timely manner likewise remains with 
the applicant until the applicant is informed that the petition 
is granted. Jd. Thus, an applicant seeking to revive an “unavoid- 
ably” abandoned application must cause a petition under § 
1.137(a) to be filed without delay (i.e., promptly upon becoming 
notified, or otherwise becoming aware, of the abandonment of 
the application). 


An applicant who fails to file a petition under § 1.137(a) 
“promptly” upon becoming notified, or otherwise becoming 
aware, of the abandonment of the application will not be able 
to show that “the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 





1232 OG 560 
(203) 


pursuant to [§ 1.137(a)] was unavoidable.” The removal of the 
language in § 1.137(a) requiring that any petition thereunder 
be “promptly filed after the applicant is notified of, or otherwise 
becomes aware of, the abandonment” should not be viewed 
as: (1) permitting an applicant, upon becoming notified, or 
otherwise becoming aware, of the abandonment of the applica- 
tion, to delay the filing of a petition under § 1.137(a); or (2) 
changing (or modifying) the result in Jn re Application of S, 
8 USPQ2d 1630 (Comm’r Pat. 1988), in which a petition under 
§ 1.137(a) was denied due to the applicant’s deliberate deferral 
in filing a petition under § 1.137. An applicant who deliberately 
chooses to delay the filing of a petition under § 1.137 (as in 
Application of S) will not be able to show that “the entire delay 
in filing the required reply from the due date for the reply until 
the filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable” or even make an appropriate statement that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition pursuant to [§ 
1.137(b)] was unintentional.” 


Therefore, the requirement in § 1.137(a) that a petition there- 
under be “promptly filed after the applicant is notified of, or 
otherwise becomes aware of, the abandonment” is deleted 
solely because it is considered redundant in light of the require- 
ment for a showing that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to § 1.137(a) was unavoidable. 


Section 1.137(a)(3) (and § 1.137(b)(3)) is further amended to 
delete the requirement that the showing (statement) must be a 
verified showing or statement if made by a person not registered 
to practice before the Patent and Trademark Office. Section 
1.56 currently provides that each individual associated with 
the filing and prosecution of a patent application has a duty of 
candor and good faith. Sections 1.4(d) and 10.18 are amended 
to provide that a signature on a paper submitted to the Office 
constitutes an acknowledgment that willful false statements 
are punishable under 18 U.S.C. 1001, and may jeopardize the 
validity of the application or any patent issuing thereon. There- 


fore, requiring additional verification of a showing or statement 
under § 1.137 would be redundant. In addition, this requirement 
results in delays in the treatment of the merits of petitions that 
include unverified statements. 


Section 1.137(a)(4) (and § 1.137(b)(4)) are added to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a]ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Section 1.137(b) is amended to provide: (1) that it is the para- 
graph that applies to petitions under the “unintentional” stan- 
dard; (2) that “where the delay in reply was unintentional, a 
petition may be filed to revive an abandoned application or a 
lapsed patent pursuant to [§ 1.137(b)]’”; and (3) the requirements 
for a grantable petition pursuant to § 1.137(b) in paragraphs 
(b)(1) through (b)(4). 


Section 1.137(b)(1) is amended (as discussed supra) to provide 
that a grantable petition under § 1.137(b) must be accompanied 
by “[t]he required reply, unless previously filed.” Section 
1.137(b)(1) is amended to further provide that “[i]n a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion” and that “[iJn an application or patent, abandoned or 
lapsed for failure to pay the issue fee or any portion thereof, 
the required reply must be the payment of the issue fee or any 
outstanding balance thereof.” 


Section 1.137(b)(3) is amended to provide that a grantable 
petition under § 1.137(b) must be accompanied by “[a] state- 
ment that the entire delay in providing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to this paragraph was unintentional” and that “[t]he 
Commissioner may require additional information where there 
is a question whether the delay was unintentional.” While the 
Office will generally require only the statement that the entire 
delay in providing the required reply from the due date for the 
reply until the filing of a grantable petition pursuant to § 
1.137(b) was unintentional, the Office may require an applicant 
to carry the burden of proof to establish that the delay from 
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the due date for the reply until the filing of a grantable petition 
was unintentional within the meaning of 35 U.S.C. 41(a)(7) 
and § 1.137(b) where there is a question whether the entire 
delay was unintentional. See /n re Application of G, 11 USPQ2d 
1378, 1380 (Comm’r Pat. 1989). 


Section 1.137(b)(4) is amended to delete the one-year filing 
period requirement. Section 1.137(b)(4) is amended to provide 
that a grantable petition under § 1.137 must be accompanied 
by “[a]ny terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to [§ 1.137(c)].” 


Requirement that the entire delay until the filing of a grantable 
petition was unavoidable (§ 1.137(a)) or unintentional (§ 
1.137(b)): 


There are three periods to be considered during the evaluation 
of a petition under § 1.137: (1) the delay in reply that originally 
resulted in the abandonment; (2) the delay in filing an initial 
petition pursuant to § 1.137 to revive the application; and (3) 
the delay in filing a grantable petition pursuant to § 1.137 to 
revive the application. 


Where the applicant deliberately permits an application to 
become abandoned (e.g., due to aconclusion that the claims 
are unpatentable, that a rejection in an Office action cannot be 
overcome, or that the invention lacks sufficient commercial 
value to justify continued prosecution), the abandonment of 
such application is considered to be a deliberately chosen course 
of action, and the resulting delay cannot be considered as 
“unintentional” within the meaning of § 1.137(b). See Applica- 
tion of G, 11 USPQ2d at 1380. Likewise; where the applicant 
deliberately chooses not to seek or persist in seeking the revival 
of an abandoned application, or where the applicant deliber- 
ately chooses to delay seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the aban- 
doned application cannot be considered as “unintentional” 
within the meaning of § 1.137(b). An intentional delay resulting 
from a deliberate course of action chosen by the applicant 
is not affected by: (1) the correctness of the applicant’s (or 
applicant’s representative’s) decision to abandon the applica- 
tion or not to seek or persist in seeking revival of the application; 
(2) the correctness or propriety of a rejection, or other objection, 
requirement, or decision by the Office; or (3) the discovery of 
new information or evidence, or other change in circumstances 
subsequent to the abandonment or decision not to seek or 
persist in seeking revival. Obviously, delaying the revival of 
an abandoned application, by a deliberately chosen course of 
action, until the industry or a competitor shows an interest in 
the invention (a submarine application) is the antithesis of an 
“unavoidable” or “unintentional” delay. An intentional aban- 
donment of an application, or an intentional delay in seeking 
either the withdrawal of a holding of abandonment in or the 
revival of an abandoned application, precludes a finding of 
unavoidable or unintentional delay pursuant to § 1.137. See In 
re Maldague, 10 USPQ2d 1477, 1478 (Comm’r Pat. 1988). 


The Office does not generally question whether there has been 
an intentional or otherwise impermissible delay in filing an 
initial petition pursuant to § 1.137(a) or (b), when such petition 
is filed: (1) within three months of the date the applicant is 
first notified that the application is abandoned; and (2) within 
one year of the date of abandonment of the application. Thus, 
an applicant seeking revival of an abandoned application is 
advised to file a petition pursuant to § 1.137 within three months 
of the first notification that the application is abandoned to 
avoid the question of intentional delay being raised by the 
Office (or by third parties seeking to challenge any patent 
issuing from the application). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
three months of the date the applicant is first notified that the 
application is abandoned, the Office may consider there to be 
a question as to whether the delay was unavoidable or even 
unintentional. In such instances, the Office may require: (1) a 
showing as to how the delay between the date the applicant 
was first notified that the application was abandoned and the 
date a § 1.137(a) petition was filed was “unavoidable”; or (2) 
further information as to the cause of the delay between the 
date the applicant was first notified that the application was 
abandoned and the date a § 1.137(b) petition was filed, and 
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how such delay was “unintentional.” To avoid delay in the 
consideration of a petition under § 1.137(a) or (b) in instances 
in which such petition was not filed within three months of 
the date the applicant was first notified that the application was 
abandoned, applicants should include a showing as to how the 
delay between the date the applicant is first notified by the 
Office that the application is abandoned and filing of a petition 
under § 1.137 was: (1) “unavoidable” in a petition under § 
1.137(a); or (2) “unintentional” in a petition under § 1.137(b). 


Where a petition pursuant to § 1.137(a) or (b) is not filed within 
one year of the date of abandonment of the application (note 
that abandonment takes place by operation of law, rather than 
the mailing of a Notice of Abandonment), the Office may 
require: (1) further information as to when the applicant (or 
the applicant’s representative) first became aware of the aban- 
donment of the application; and (2) a showing as to how the 
delay in discovering the abandoned status of the application 
occurred despite the exercise of due care or diligence on the 
part of the applicant (or the applicant’s representative) (see Ex 
parte Pratt, 1887 Dec. Comm’r Pat. 31 (1887)). To avoid delay 
in the consideration of a petition under § 1.137(a)or (b) in 
instances in which such petition was not filed within one year 
of the date of abandonment of the application, applicants should 
include: (1) the date that the applicant first became aware of 
the abandonment of the application; and (2) a showing as 
to how the delay in discovering the abandoned status of the 
application occurred despite the exercise of due care or dili- 
gence on the part of the applicant. 


In either instance, applicant’s failure to carry the burden of 
proof to establish that the “entire” delay was “unavoidable” or 
“unintentional” may lead to the denial of a petition under § 
1.137(a) or § 1.137(b), regardless of the circumstances that 
originally resulted in the abandonment of the application. 


Section 1.137(d) specifies a time period within which a renewed 
petition pursuant to § 1.137 must be filed to be considered 
timely. So long as a renewed petition is timely filed under § 
1.137(d) (including any properly obtained extensions of time), 
the Office will consider the delay in filing a renewed petition 
under § 1.137(a) “unavoidable” under § 1.137(a)(3), and will 
consider the delay in filing a renewed petition under § 1.137(b) 
“unintentional” under § 1.137(b)(3). Where an applicant files 
a renewed petition, request for reconsideration, or other petition 
seeking review of a prior decision on a petition pursuant to § 
1.137 outside the time period specified in § 1.137(d), the Office 
may require, inter alia, a specific showing as to how the entire 
delay was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 
1.137(b)). As discussed supra, a delay resulting from the appli- 
cant deliberately choosing not to persist in seeking the revival 
of an abandoned application cannot be considered “unavoid- 
able” or “unintentional” within the meaning of § 1.137, and 
the correctness or propriety of the decision on the prior petition 
pursuant to § 1.137, the correctness of the applicant’s (or the 
applicant’s representative’s) decision not to persist in seeking 
revival, the discovery of new information or evidence, or other 
change in circumstances subsequent to the abandonment or 
decision to not persist in seeking revival are immaterial to such 
intentional delay caused by the deliberate course of action 
chosen by the applicant. 


Retroactive application of § 1.137(b): 


There was no prohibition in former § 1.137(b) against requests 
for waiver of its one-year filing period requirement; however, 
waiver of the one-year filing period requirement of former § 
1.137(b) was subject to strictly limited conditions (§ 1.183). 
See Final Rule entitled “Changes in Procedures for Revival of 
Patent Applications and Reinstatement of Patents,” published 
in the Federal Register at 58 FR 44277 (August 20, 1993), 
and in the Official Gazette at 1154 Off. Gaz. Pat. Office 35 
(September 14, 1993). Thus, under the terms of former § 1.137, 
an applicant in an application abandoned for more than one 
year could file either a petition under § 1.137(a) to revive the 
application on the basis of “unavoidable” delay, or a petition 
under §§ 1.183 and 1.137(b) to revive the application on the 
basis of “unintentional” delay. That is, where an application 
was abandoned for more than one year, and the delay was 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 561 
(203) 


“unintentional” but not “unavoidable,” it was incumbent upon 
an applicant desiring revival of the application to promptly file 
a petition under §§ 1.183 and 1.137(b) to revive the application. 


While § 1.137(b), as amended, is, by its terms, applicable to 
applications abandoned prior to its effective date, § 1.137(b) 
requires, by its terms, “[a] statement that the entire delay in 
providing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to this paragraph 
was unintentional.” Thus, where an applicant (or the applicant’s 
representative) previously chose not to seek revival of an appli- 
cation (e.g., due to the opinion that the former provisions of 
§ 1.137(a) or (b) did not permit revival thereunder), the resulting 
delay in seeking revival of the application cannot be considered 
“unintentional” within the meaning of § 1.137(b). Likewise, 
where an applicant (or the applicant’ s representative) previously 
requested revival of an application, received an adverse decision 
(e.g., a dismissal or denial), and chose not to persist in seeking 
revival of the application (e.g., by request for reconsideration or 
review), the resulting delay in seeking revival of the application 
likewise cannot be considered “unintentional” within the 
meaning of § 1.137(b). The elimination of the one-year filing 
period requirement in § 1.137(b) does not create a newright to 
overcome any prior intentional delay caused by a deliberate 
course of action (or inaction) chosen by the applicant. Thus, 
any applicant filing a petition under § 1.137 after the effective 
date of this Final Rule, but outside the period set in § 1.137(d) 
for seeking reconsideration of a prior adverse decision on a 
request to revive an application will be considered to have 
acquiesced in the abandonment of the application or lapse of 
the patent. 


Section 1.137(c) is amended to change the introductory phrase 
“[iJn all applications filed before June 8, 1995, and in all design 
applications filed on or after June 8, 1995” to “[iJn a design 
application, a utility application filed before June 8, 1995, or 
a plant application filed before June 8, 1995” for clarity. Section 
1.137(c) is further amended to change the phrase “any petition 
to revive pursuant to paragraph (a) of this section” to “any 
petition to revive pursuant to this section,” and the phrase “not 
filed within six months of the date of abandonment of the 
applications” is deleted. Section 1.137(c) is further amended 
to change the phrase “must also apply to any patent granted 
on any continuing application entitled under 35 U.S.C. 120 to 
the benefit of the filing date of the application for which revival 
is sought” to “must also apply to any patent granted on any 
continuing application that contains a specific reference under 
35 U.S.C. 120, 121, or 365(c) to the application for which 
revival is sought,” since it is the claim for, and not the entitle- 
ment to, the benefit of the filing date of the application for 
which revival is sought that triggers the requirement for the 
filing of a terminal disclaimer in the continuing application. 


Section 1.137(d) is amended to change “application” to “aban- 
doned application or lapsed patent” to incorporate into § 1.137 
the revival of lapsed patents. In view of the elimination of a 
time period from § 1.137(b), the provisions of former § 1.137(e) 
are incorporated into § 1.137(d) as “[uJnless a decision indicates 
otherwise, this time period may be extended under the provis- 
ions of § 1.136.” 


Section 1.137(e) is amended to expressly provide that a provi- 
sional application, abandoned for failure to timely reply to an 
Office requirement, may be revived pursuant to § 1.137(a) or 
(b) so as to be pending for a period of no longer than twelve 
months from its filing date. In accordance with 35 U.S.C. 
111(b)(5), § 1.137(e) clearly indicates that “[u]nder no circum- 
stances will a provisional application be regarded as pending 
after twelve months from its filing date.” Prior § 1.139(a) and 
(b) each provided that a provisional application may be revived 
so as to be pending for a period of no longer than twelve 
months from its filing date, and that under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


Comment 63: The majority of comments opposed amending § 
1.137(a) and (b) to include time limits based upon the mail 
date of a notification of abandonment, as well as the retroactive 
application of such a change to the rules of practice. While 
these comments recognized that any filing period requirement 
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§ 1.137 is better based upon the date of notification, rather 
than the date of abandonment, they argued that there will inevi- 
tably be instances in which a blameless applicant will not be 
able to meet the filing period requirement due to extenuating 
circumstances. The majority of comments supported amending 
§ 1.137(a) and (b) to remove the filing period requirement, as 
well as the retroactive application of such a change to the rules 
of practice. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, and will not limit the retroactive 
application of § 1.137(b) as adopted, other than by the terms 
of the rule (as discussed supra). 


Comment 64: One comment generally supported the change 
to § 1.137(b) to remove the filing period requirement, but 
expressed concerns as to the routine revival of abandoned appli- 
cations. The comment specifically suggested that the Office 
continue to require a high showing to justify the revival of an 
abandoned application, especially where the petition was filed 
substantially after abandonment or applicant’s receipt of the 
notice of abandonment. 


Response: The Office does not consider the revival of an aban- 
doned application to be a “routine” matter. The Office will 
require, inter alia, a “showing to the satisfaction of the Commis- 
sioner that the entire delay in filing the required reply from 
the due date for the reply until the filing of a grantable petition 
pursuant to [§ 1.137(a)] was unavoidable” as a prerequisite to 
the grant of any petition based upon unavoidable delay (§ 
1.137(a)). The Office will require, inter alia, a “statement that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
[§ 1.137(b)] was unintentional” by a registered practitioner 
or other party in interest having firsthandknowledge of the 
circumstances surrounding the delay as a prerequisite to the 
grant of any petition based upon unintentional delay (§ 
1.137(b)). The Office expects that such statement made by a 
registered practitioner not having first hand knowledge of the 
circumstances surrounding the delay be based upon a reasonable 


investigation of the circumstances surrounding the abandon- 
ment of the application (§ 10.18), and that such statement by 
any person be consistent with the duty of candor and good 
faith and the duty to disclose material information to the Office 
(§ 1.56). 


Regardless of the length of the delay, § 1.137(a) requires that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
§ 1.137(a) was unavoidable. Likewise, regardless of the length 
of the delay, § 1.137(b) requires that the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to § 1.137(b) was uninten- 
tional. As “unintentional” delay does not require that the delay 
have occurred despite the exercise of due care and diligence 
(as does “unavoidable” delay), the Office does not routinely 
require a “showing” of unintentional delay for a petition under 
§ 1.137(b). However, where there may be a question whether 
the delay was unintentional, the Office may require a showing 
of unintentional delay for a petition under § 1.137(b). Such 
question may arise from papers submitted to the Office prior 
to the petition under § 1.137(b) (e.g., a letter of express abandon- 
ment, or other communicativn evidencing a desire to discon- 
tinue prosecution) or from facts set forth in the petition itself. 
Such question may also arise simply from the length of the 
delay between the date the applicant was notified of the aban- 
doned status of the application and the date action was taken 
to revive the abandoned application, or the length of the period 
of abandonment. Specifically, where there is a delay of three 
months between the date the applicant was notified of the 
abandoned status of the application (i.e., the mail date of the 
notice of abandonment) and the date a petition under § 1.137(b) 
was filed, or where the application was abandoned for more 
than one year prior to the date a petition under § 1.137(b) was 
filed, the Office may require further information and a showing 
that the delay was unintentional. 


Finally, it should be stressed that the mere fact that a petition 
under § 1.137(b) was filed within three months of the date the 
applicant was notified of the abandoned status of the application 
(i.e., the mail date of the notice of abandonment) or within one 
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year of the date of abandonment does not imply that the delay 
was “unintentional.” That is, an applicant who deliberately 
delays the filing of a petition under § 1.137 until three months 
from the mail dateof the notice of abandonment (or based upon 
the one-year anniversary of the date of abandonment) cannot 
appropriately make the statement that “the delay was uninten- 
tional.” This time frame is provided simply as an indication 
as to when an applicant should expect the Office to inquire 
further into the circumstances of the abandonment of an applica- 
tion for which a petition under § 1.137(b) is filed, and in which 
case the applicant may expedite consideration of such petition 
by providing information as to when applicant was notified of 
the abandoned status of the application, and the cause of the 
delay between the date of notification and the date a petition 
under § 1.137 was filed. 


Comment 65: One comment suggested that the Office include 
in § 1.137 all of the basic interpretations and guidelines by 
which the Office applies § 1.137. The comment specifically 
suggested that § 1.137 include the time periods (e.g., three 
months) by which the Office measures the applicant’s diligence 
in taking action to revive the application and the differences 
between post-abandonment delay in taking action to revive the 
application and any pre-abandonment delay which may have 
resulted in the abandonment. 


Response: The Office will adopt a § 1.137 that does not include 
filing period requirements, but requires that the “entire” delay 
was “unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). 
The requirements for a petition to revive an abandoned applica- 
tion or lapsed patent are set forth in § 1.137; additionally, the 
Office will set forth its basic interpretations and guidelines for 
application of § 1.137 (instructional information) in the MPEP. 


Section 1.181 provides the basis for generic requests for relief 
by petition, and sets forth a two-month time period therein for 
the timely filing of a petition (§ 1.181(f)). While the three- 
month time frame employed by the Office during the consider- 
ation petitions under § 1.137 exceeds the two-month period in 
§ 1.181(f) for the timely filing of a petition, this three-month 
period is the most frequently set period for reply by an applicant 
(see MPEP 710.02(b)). While the Office considers the two- 
month period in § 1.181(f) to be the appropriate period by 
which the timeliness of a petition should be determined, it is 
certainly reasonable to expect that any applicant desiring to 
restore an abandoned application to pending status will file a 
petition under § 1.137 to revive such abandoned application 
no later than three months after notification of abandonment 
of the application. See In re Kokaji, 1 USPQ2d 2005, 2006 
(Comm’r Pat. 1986). 


The “three-month” time frame set forth in this Final Rule is a 
guideline as to when an applicant can expect further inquiry 
by the Office (and, as such, should attempt to provide the 
relevant information in the initial petition to avoid delay), in 
that: (1) it is possible that an applicant is incapable of filing a 
petition under § 1.137 within three months of the date of 
notification of abandonment (e.g., pro se applicant incapaci- 
tated from date of notification of abandonment until action 
taken to revive the application) rendering the entire delay in 
filing the required reply from the due date for the reply until 
the filing of a grantable petition unavoidable; and (2) it is also 
possible that an applicant, by a deliberately chosen course of 
action, delays the filing of a petition under § 1.137 until exactly 
three months after the date of notification of abandonment to 
use this period as an extension of time, in which case a statement 
that “the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to this paragraph was unintentional” is not appropriate. To 
avoid substitution of the three-month time frame for review by 
the Office forthe requirement for unavoidable or unintentional 
delay, the Office will not amend § 1.137 to include this time 
frame. 


Comment 66: One comment indicated that the phrase “the delay 
was unintentional” is unclear. The comment recited a specific 
example in which an applicant, under final rejection,submits 
an amendment or other correspondence which is believed by 
the applicant to place the application in condition for allowance 
(and thus constitute a reply within the meaning of § 1.113), 
and, as such, the applicant, in a deliberate course of action/ 
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inaction, takes no further steps to ensure the filing a reply 
within the meaning of § 1.113 (e.g., a notice of appeal) to the 
final rejection. The comment suggested that § 1.137 is unclear 
as to whether the delay in this situation, which may be deliberate 
or intentional in the literal sense, would constitute an “uninten- 
tional” delay within the meaning of § 1.137(b). 


Response: The Office has amended § 1.137 to require that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” was “unavoid- 
able” (§ 1.137(a)) or “unintentional” (§ 1.137(b)). Thus, inten- 
tional delays occurring prior to the due date for reply to avoid 
abandonment do not preclude relief pursuant to § 1.137. Should 
the delay in the example given extend past the extendable due 
date for reply (under § 1.113) to the final rejection, an appro- 
priate statement of unintentional delay could be made as the 
applicant did not intend to have the deadline for reply under 
§ 1.113 to the final rejection expire. 


In addition, there is a distinction between: (1) a delay resulting 
from an error in judgment as to whether to permit an application 
to become abandoned (whether to prosecute the application) 
or whether to seek or persist in seeking the revival of the 
abandoned application; and (2) a delay resulting from an error 
in judgment as to the steps necessary to continue the prosecution 
delay in seeking revival of the application. Where the abandon- 
ment and ensuing delay results from an error in judgment 
as to whether to permit an application to become abandoned 
(whether to prosecute the application) or whether to seek or 
persist in seeking the revival of the abandoned application, the 
abandonment of such application is considered a deliberately 
chosen course of action, and the resulting delay cannot be 
considered “unintentional” within the meaning of § 1.137(b). 
Where, however, an error in judgment asto the steps necessary 
to continue prosecution results in abandonment of the applica- 
tion, the abandonment of such application is not necessarily 
considered a deliberately chosen course of action, and the 
resulting delay may be considered “unintentional” within the 
meaning of § 1.137(b). 


However, §§ 1.116 and 1.135(b) are manifest that proceedings 
concerning an amendment after final rejection will not operate 
to avoid abandonment of the application in the absence ofa 
timely and proper appeal. Unless the applicant is informed in 
writing that the application is allowed prior to the expiration 
of the period for reply to the final Office action, it is the 
applicant’s responsibility to timely file a notice of appeal (and 
fee) to avoid the abandonment of the application. The abandon- 
ment of an application subject to a final Office action is not 
“unavoidable” within the meaning of 35 U.S.C. 133 and § 
1.137(a) in the situation in which the applicant simply permits 
the maximum extendable statutory period for reply to a final 
Office action to expire while awaiting a notice of allowance 
or other action. 


Comment 67: One comment opposed the changes to § 1.137 
on the bases that: (1) it permits submarine patents, in that an 
applicant may permit an application to become abandoned and 
wait to see whether the invention was developed by other 
entities; and (2) the revival of along-abandoned application 
will have an adverse impact on the examiner, in that the exam- 
iner who originally examined that application may no longer 
be at the Office, or will have to reacquaint himself or herself 
with the application. 


Response: The change to § 1.137(b) does not permit an appli- 
cant to obtain revival where either: (1) the applicant deliberately 
permitted the application to become abandoned; or (2) the 
applicant deliberately delayed seeking revival to see whether 
the invention was developed by other entities. It is well estab- 
lished that where applicant deliberately permits an application 
to become abandoned, the abandonment of such application 
is considered a deliberately chosen course of action, and the 
resulting delay cannot be considered “unintentional” within the 
meaning of § 1.137(b). See Application of G, 11 USPQ2d at 
1380. Likewise, where the applicant deliberately chooses not 
to either seek or persist in seeking the revival of an abandoned 
application, the resulting delay in seeking revival of the applica- 
tion cannot be considered “unintentional” within the meaning 
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of § 1.137(b). The intentional abandonment of an application, 
or an intentional delay in seeking either the withdrawal of a 
holding of abandonment in or the revival of an abandoned 
application, precludes a finding of unavoidable or unintentional 
delay pursuant to § 1.137. See Maldague, 10 USPQ2d at 1478. 


While it is possible for an applicant to make a misleading 
statement that the delay was unintentional to obtain revival of 
an abandoned application, the Office simply must rely upon 
the candor and good faith of those prosecuting patent applica- 
tions (e.g., it is equally possible for a party to fabricate evidence 
and obtain the revival of a long-abandoned application on the 
basis of unavoidable delay). Any applicant obtaining revival 
based upon a misleading statement that the delay was uninten- 
tional may find the achievement short-lived as a result of the 
question of intentional delay being raised by third parties chal- 
lenging any patent issuing from the application. 


The revival of any long-abandoned application will have an 
adverse impact on the examiner; however, long-abandoned 
applications have been previously revived pursuant to § 
1.137(a) on the basis of unavoidable delay. See In re Lonardo, 
17 USPQ2d 1455 (Comm’r Pat.1990) (application revived after 
being abandoned for more than sixteen years). Thus, this change 
to § 1.137(b) will not create a burden on examiners that did 
not exist before, and could in fact reduce the burden as a result 
of the requirement that in applications abandoned for excessive 
periods of time would have to show that the entire delay was 
“unavoidable” or “unintentional.” 


Comment 68: One comment suggested that the two-year limita- 
tion in 35 U.S.C. 41(c) is a “good compromise” in regard 
to a filing period for filing petitions to revive based upon 
unintentional delay. 


Response: The suggestion is not adopted. Changing the one- 
year filing period requirement in § 1.137(b) to a two-year filing 
period requirement would not substantially change the problem 
caused by a filing period requirement, namely, that it causes 
inequitable results in certain instances. In addition, the inclusion 
of any filing period requirement in § 1.137(a) or (b) will likely 
induce applicants, or their representatives, to delay the filing 
of a petition under § 1.137 until the end of such filing period. 
See Application of S, 8 USPQ2d at 1632. The Office has no 
discretion in regard to the twenty-four month filing period 
requirement in 35 U.S.C. 41(c), but the presence of a twenty- 
four month filing period requirement in 35 U.S.C. 41(c) does 
not imply that the Office must place a twenty-four month 
filing period requirement into the rules implementing 35 U.S.C. 
41(a)(7), which contains no filing period requirement. 


Comment 69: One comment opposed the changes to § 1.137 
on the basis that the right to revive an abandoned application 
should be limited due to the public’s right to practice a tech- 
nology “that an applicant has abandoned.” 


Response: 35 U.S.C. 41(a)(7) authorizes the Office to revive 
an abandoned application wherethe abandonment was uninten- 
tional (or unavoidable, the epitome of unintentional), but not 
where the abandonment was intentional. Section 1.137 does 
not authorize the revival of an abandoned application where 
the applicant, by deliberate course of action, has abandoned 
an application or delayed seeking its revival. Additionally, in 
many instances the disclosure in a patent maturing from a 
revived application would not have been disclosed and the 
technology therein would not be public knowledge, but for the 
revival of the application. 


Comment 70: One comment suggested the need for an inter- 
vening rights provision to protect innocent infringers. 


Response: The issue of intervening rights relates to the enforce- 
ment of patent rights, which does not directly concern the 
conduct of proceedings in the Office. Thus, it is unclear whether 
the Office is authorized under 35 U.S.C. 6 to promulgate regula- 
tions including an intervening rights provision. 


Comment 71: Several comments suggested that § 1.137(b) 
be amended to include the “promptly filed” requirement of § 
1.137(a). 
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Response: The suggestion is effectively adopted, although via 
a different mechanism as explained below. While there is con- 
siderable merit to the suggestion for the inclusion of a“promptly 
filed” requirement in both § 1.137(a) and (b), the Office has 
eliminated the “promptly filed” requirement from § 1.137(a) 
to avoid confusion between “promptly filed” and “unavoidable 
delay.” The phrase “promptly filed” has been associated with 
§ 1.137(a)and its requirement for “unavoidable” delay, and, as 
such, the inclusion of a “promptly filed” requirement in § 
1.137(b) might cause confusion in regard to the distinction 
between the circumstances that constitute unavoidable delay 
and the circumstances that constitute unintentional delay. 


Section 1.137(a)(3) and (b)(3) as adopted requires that “the 
entire delay in filing the required reply from the due date for 
the reply until the filing of a grantable petition” has been 
“unavoidable” (§ 1.137(a)) or “unintentional” (§ 1.137(b)) to 
clarify the requirements for a petition under § 1.137(a) and (b). 
As discussed supra, an applicant who fails to file a petition 
under § 1.137(a) or (b) “promptly” upon becoming notified, 
or otherwise becoming aware, of the abandonment of the appli- 
cation will not be able to show that “the entire delay in filing 
the required reply from the due date for the reply until the 
filing of a grantable petition pursuant to [§ 1.137(a)] was 
unavoidable,” and will probably not even be able to make an 
appropriate statement that “the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to [§ 1.137(b)] was unintentional.” 
Obviously, any petition under § 1.137(a) or (b) should be 
“promptly filed” upon discovery of abandonment to avoid a 
question as to whether the filing of such a petition was intention- 
ally delayed. 


Comment 72: One comment questioned how a patent could 
lapse for failure to pay the issue fee, as a patent does not issue 
unless the issue fee is paid. 


Response: 35 U.S.C. 151 provides that where an applicant 
timely submits the sum specified in the Notice of Allowance 
as the issue fee, but a balance of the issue fee remains out- 
standing (due to a fee increase), the patent will lapse unless 
the balance of the issue fee is timely paid. See Mills, 12 USPQ2d 
at 1848; see also Ex parte Crissy, 201 USPQ 689 (Bd. Pat. 
App.1976). 


Comment 73: One comment suggested that § 1.137(a)(1) and 
(b)(1) not require a continuing application if the application 
became abandoned for failure to reply to a non-final Office 
action. 


Response: Section 1.137(a)(1) and (b)(1) each provide that a 
petition thereunder include: 


The required reply, unless previously filed. In a nonprovisional 
application abandoned for failure to prosecute, the required 
reply may be met by the filing of a continuing application. In 
an application or patent, abandoned or lapsed for failure to pay 
the issue fee or any portion thereof, the required reply must 
be the payment of the issue fee or any outstanding balance 
thereof. 


As discussed supra, there may be circumstances under which 
the Office may require a continuing application to meet this 
reply requirement. Nevertheless, in a nonprovisional applica- 
tion abandoned for failure to prosecute, a continuing application 
is generally apermissive (i.e., “may be met”) reply, in that an 
applicant in a nonprovisional application abandoned for failure 
to prosecute may file a reply under § 1.111 to anon-final Office 
action or a reply under § 1.113 (e.g., notice of appeal) to a 
final Office action, or may simply file a continuing application 
as the required reply. In an application or patent, abandoned 
or lapsed for failure to pay any portion of the required issue 
fee, the issue fee or any outstanding balance thereof is the 
mandatory (i.e., “must be”) reply. As the “continuing applica- 
tion” option is limited to an abandoned nonprovisional applica- 
tion, the reply in an abandoned provisional application must 
be any outstanding reply to an Office requirement. 


Comment 74: One comment suggested that § 1.137(c) be 
amended to take into account the provision in 35 U.S.C. 154(c) 
that an application (other than a design application) is entitled 
to a patent term of not less than twenty years from its filing 
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date, or if the application contains a specific reference to an 
earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c), 
the date twenty years from the filing date of the earliest such 
application(s). 


Response: The suggestion is not adopted. The Office considers 
this situation to be applicableto a relatively small class of 
applications, and, as such, does not deem it prudent to introduce 
into § 1.137(c) the complexity necessary to account for this 
situation. Applicants in this situation (e.g., instances in which 
an application filed prior to June 8, 1995, is to be revived 
solely for purposes of copendency with an application filed on 
or after June 8, 1995) may file a petition pursuant to § 1.183 
requesting that the Office waive the provisions of § 1.137(c) 
to the extent that § 1.137(c) requires a disclaimer of the period 
in excess of the date twenty years from the filing date of the 
application, or if the application contains a specific reference 
to an earlier filed application(s) under 35 U.S.C. 120, 121, or 
365(c), the date twenty years from the filing date of the earliest 
such application(s). The Office will refund the § 1.17(h) petition 
fee if the § 1.183 petition is granted. 


Comment 75: One comment suggested that the last paragraph 
of § 1.137 read: 

Under no circumstance may a petition to revive a provisional 
application be filed more than twelve months after the filing 
date of the provisional application. No application filed more 
than twelve months after the filing date of a provisional applica- 
tion is entitled to a claim of priority from the provisional 
[application], notwithstanding the copendency of any petition 
to revive the provisional application. 


Response: The suggestion is not adopted. 35 U.S.C. 
111(b)(3)(C) authorizes the revival of an abandoned application 
on the basis of unavoidable or unintentional delay. 35 
U.S.C.111(b)(5) provides that a “provisional application shall 
be regarded as abandoned 12 months after the filing date of 
such application and shall not be subject to revival thereafter.” 
35 U.S.C. 111(b) does not contain any limitation on the filing 
date of a petition to revive an abandoned provisional application 
(or the date by which such a petition must be granted), but 
only a limitation as to the period of pendency of the provisional 
application. Thus, § 1.137(e) as adopted provides that ”[a] 
provisional application . . . may be revived . . . so as to be 
pending for a period of no longer than twelve months from its 
filing date. Under no circumstances will a provisional applica- 
tion be regarded as pending after twelve months from its filing 
date.” 


Section 1.139: Section 1.139 is removed and reserved and its 
subject matter added to§ 1.137. 


No comments were received regarding the proposed change to 
§ 1.139. 


Section 1.142: Section 1.142 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
Bulk 


No comments were received regarding the proposed change to 
§ 1.142. 


Section 1.144: Section 1.144 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.144. 


Section 1.146: Section 1.146 is amended for clarification pur- 
poses. 


No comments were received regarding the proposed change to 
§ 1.146. 


Section 1.152: Section 1.152 is amended to place its former 
provisions into paragraphs (a),(a)(1), and (a)(2) for clarification. 


Section 1.152 is also amended to remove the prohibition against 
color drawings and color photographs in design applications. 
Section 1.152 is amended to permit the use of color photographs 
and color drawings in design applications subject to the petition 
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requirements of § 1.84(a)(2) inasmuch as color may be an 
integral element of the ornamental design. While pen and ink 
drawings may be lined for color, a clear showing of the configu- 
ration of the design may be obscured by this drafting method. 
New technologies, such as holographic designs, fireworks and 
laser light displays may not be accurately disclosed without 
the use of color. 


The term “article” of § 1.152(a) is replaced by the term “design” 
as 35 U.S.C. 171 requires that the claim be directed to the 
“design for an article” not the article, per se. Therefore, to 
comply with the requirements of 35 U.S.C. 112, 1, it is only 
necessary that the design as embodied in the article be fully 
disclosed and not the article itself. The term “must” has been 
replaced by the term “should” to allow for latitude in the 
illustration of articles whose configuration may be understood 
without surface shading. Clarification language has been added 
io note that the use of solid black surfaces is permitted for 
representation of the color black as well as color contrast and 
that photographs and ink drawings must not be combined as 
formal drawings in one application. 


A new § 1.152(b) is added to clarify Office practice concerning 
details disclosed in the ink drawings, color drawings, or photo- 
graphs deposited with the original application papers. Specifi- 
cally, § 1.152(b) provides that any details disclosed in the ink 
or color drawings, or photographs deposited with the original 
application papers constitutes an integrai part of the disclosed 
and claimed design, except as otherwise provided in § 1.152(b). 
Section 1.152(b) further specifies that this detail may include 
color or contrast, graphic or written indicia, including identi- 
fying indicia of a proprietary nature (e.g., a company logo), 
surface ornamentation on an article, or any combination thereof. 
The “but not limited to” phrase in§ 1.152(b) clarifies that this 
list is exemplary, not exhaustive. 


Section 1.152(b)(1) provides that when any detail shown in 
informal drawings or photographs does not constitute an inte- 
gral part of the disclosed and claimed design, a specific dis- 
claimer must appear in the original application papers either 
in the specification or directly on the drawings or photographs. 
This specific disclaimer in the original application papers will 
provide antecedent basis for the omission of the disclaimed 
detail(s) in later-filed drawings orphotographs. That is, in the 
absence of such a disclaimer, later-filed formal or informal 
drawings not including any detail disclosed in the original 
drawings will be considered tocontain new matter, and will be 
treated accordingly. See 35 U.S.C. 112, 1; § 1.121(a)(6). 


Comment 76: One comment stated that applicant may misun- 
derstand the implications of submitting a design drawing in 
color and suggested that § 1.152 should explain and give notice 
of the consequences of submitting an initial color drawing in 
design applications. 


Response: The comment has been adopted. 


Section 1.152(b)(2) provides that when informal color drawings 
or photographs are deposited with the original application 
papers without a disclaimer pursuant to § 1.152(b)(1), formal 
color drawings or photographs, or a black and white drawing 
lined to represent color, will be required. 


Section 1.154: The heading of § 1.154 is amended to read 
“[alrrangement of application elements” for consistency with 
§§ 1.77 and 1.163. Section 1.154 paragraph (a) is amended to 
clarify that a voluntary submission (see comments under § 
1.152 relating to substitution of “design” for “article”) may 
and should be made of “a brief description of the nature and 
intended use of the article in which the design is embodied.” 
It is current practice for design examiners, in appropriate cases, 
to inquire as to the nature and intended use of the article in 
which a claimed design is embodied. The submission of such 
description will allow for a more accurate initial classification, 
and aid in providing a proper and complete search at the time 
of the first action on the merits. In those instances where this 
feature description is necessary to establish a clear under- 
standing of the article in which the design is embodied, provi- 
sion of the feature description would help in reducing pendency 
by eliminating the necessity for time-consuming correspon- 
dence. Specifically, requests for information prior to first action 
would be avoided. Absent an amendment requesting deletion 
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of the description it would be printed on any patent that would 
issue. 


No comments were received regarding the proposed change to 
§ 1.154. 


Section 1.155: Section 1.155 is amended to include only the 
language of former § 1.155(a). The subject matter of former 
paragraphs (b) through (f) of § 1.155 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.155. 


Section 1.163: The heading of § 1.163 is amended to read 
“[s]pecification and arrangement of application elements” for 
consistency with §§ 1.77 and 1.154. Section 1.163(b) is 
amended to remove an unnecessary and outmoded reference 
to a “legible carbon copy of the original” specification for plant 
applications. 


No comments were received regarding the proposed change to 
§ 1.163. 


Section 1.165: The proposed amendment to § 1.165 to remove 
the reference to the artistic and competent execution of plant 
patent drawings is withdrawn. 


Comment 77: One comment argued that the language proposed 
to be deleted was actually relied upon by examiners to obtain 
new and better illustrations. 


Response: The comment was adopted to the extent that the 
proposed change is withdrawn to allow for further study of 
what language related to the type of plant drawings should 
appear in § 1.165. 


Section 1.167: Section 1.167 is amended to include only the 
language of former § 1.167(a), in that paragraph (b) is removed 
as unnecessary in view of § 1.132. 


Comment 78: One comment questioned whether § 1.132 covers 
paragraph (b) of § 1.167, which paragraph has been deleted. 


Response: Paragraph (b) of § 1.167 provided for the submission 
of affidavits by qualified agricultural or horticultural experts 
regarding the novelty and distinctiveness of the variety of plant. 
Section 1.132 relates to affidavits traversing grounds of rejec- 
tion, and is recognized as the appropriate rule under which an 
affidavit may be submitted which does not fall within or under 
other specific rules. See MPEP 716. 


Section 1.171: Section 1.171 is amended to no longer require 
an order for a title report in reissue applications as the require- 
ment for a certification on behalf of all the assignees under 
concomitantly amended § 1.172(a) obviates the need for a 
title report and fee therefor. Section 1.171 is also amended by 
deletion of the requirement for an offer to surrender the patent, 
which offer is seen to be redundant in view of § 1.178. 


No adverse comments were received regarding the proposed 
change to § 1.171. 


Section 1.172: Section 1.172 is amended to require that all 
assignees establish their ownership interest in compliance with 
§ 3.73(b). The amendment as originally proposed repeated 
requirements found in § 3.73(b) rather than incorporating § 
3.73(b), as assignees of a part interest are frequently involved 
in reissue applications. 

Comment 79: One comment noted that the proposed amend- 
ment repeated requirements already found in § 3.73(b) and was 
unnecessary. 


Response: The comment was adopted, in that § 1.172 is 
amended to simply reference § 3.73(b). Section 3.73(b) is 
amended to replace a reference to an assignee of the entire 
right, title and interest with a reference to an assignee, so as 
to include assignees of a part interest. 


Section 1.175: Section 1.175 relating to the content of the 
reissue oath or declaration (MPEP1414), as well as §§ 1.48 
and 1.324 relating to correction of inventorship in an application 
and in a patent, respectively, are amended to remove the require- 
ment for a factual showing relating to a matter in which a lack 
of deceptive intent must be established. A statement as to 
a lack of deceptive intent is sufficient to meet the statutory 
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requirement under 35 U.S.C. 251 of a lack of deceptive intent 
relating to the error(s) to be corrected by reissue, and a factual 
showing of how the error(s) to be corrected by reissue arose 
or occurred is not required. As the Office no longer investigates 
fraud and inequitable conduct issues and a reissue applicant’s 
statement of a lack of deceptive intent is normally accepted 
on its face (See MPEP 1448), the requirement in former § 
1.175(a)(5) that it be shown how the error(s) being relied upon 
arose or occurred without deceptive intent on the part of the 
applicant appears to be unduly burdensome upon applicants 
and the Office, and is deleted. This applies to the initially 
identified error(s), under paragraph (a), and any subsequently 
identified error(s) under paragraph (b). 


Comment 80: Although the elimination of the requirement for 
a factual showing relating to how the errors arose or occurred 
enjoyed overwhelming support, three comments cited the need 
for continued investigation by the Office. One comment, while 
agreeing that some relaxation of reissue oath or declaration 
requirements are in order, stated that the Office should not 
decline to investigate entirely or adopt a pro forma requirement 
that can merely be incanted. Two comments stated that it is 
hard to get the courts to review this issue and that the courts 
and the public are at a disadvantage absent an explanation of 
how the error occurred. 


Response: Current Office practice is to reject reissue applica- 
tions only where there is “smoking gun” evidence of deceptive 
intent, which will not be demonstrated by the type of inquiry 
limited to a showing of how the error arose or occurred without 
the ability to subpoena witnesses or evidence. Accordingly, the 
burden presented on all reissue applicants based on the mere 
collection of such information for every error is not seen to be 
warranted. 


Comment 81: One comment suggested that a final declaration 
is not needed, and that, as an alternative, counsel should be 
allowed to submit a statement based on information and belief 
counsel is not aware of deceptive intent. 


Response: 35 U.S.C. 251 requires that an error have been 
made without deceptive intention to be corrected via reissue. 
Accordingly, all errors being corrected by reissue must have 
been made without deceptive intention, in that an error made 
with deceptive intention cannot be bootstrapped onto an error 
made without deceptive intention and corrected via reissue. 
The parties with the best knowledge of the lack of deceptive 
intention are the patentees and owners of the patent, not counsel 
for the reissue application. 


An initial reissue oath or declaration filed pursuant to § 1.175(a) 
is limited to identification ofthe cause(s) of the reissue, and 
stating generally that all errors being corrected in the reissue 
application at the time of filing of the oath or declaration 
arose without deceptive intent. Paragraph (a)(1) requires the 
identification of at least one error and only one error may be 
identified as the basis for reissue. The current practice under 
§ 1.175(a)(3) and (a)(5) of specifically identifying all errors 
being corrected at the time of filing the initial oath or declaration 
is not retained. Although only one error need be identified to 
provide a basis for reissue, where only one error among more 
than one is so identified, applicant should carefully monitor 
that the error is retained or submit a supplemental oath or 
declaration identifying another error or errors. 


Comment 82: One comment suggested that since a reissued 
patent and a reexamined patent may also be reissued, paragraph 
(a)(1) of § 1.175 may be clarified to substitute for “original 
patent” “reissued,” or “existing patent” as what is wholly or 
partly inoperative or invalid. 


Response: The effect of a reissue or reexamination proceedings 
is to cause a substitution for the original patent so that the 
reissued or reexamined patent becomes the original patent. 


Paragraph (b)(1) of § 1.175 requires a supplemental reissue 
oath or declaration for errors corrected that were not covered 
by an earlier presented reissue oath or declaration, such as the 
initial oath or declaration pursuant to paragraph (a) of this 
section or one submitted subsequent thereto (a supplemental 
oath or declaration under this paragraph), stating generally that 
all errors being corrected, which are not covered by an earlier 
presented oath or declaration pursuant to § 1.175(a) and (b), 
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arose without any deceptive intention on the part of the appli- 
cant. A supplemental oath or declaration that refers to all errors 
that are being corrected, including errors covered by a reissue 
oath or declaration submitted pursuant to paragraph (a) of this 
section, would be acceptable. The specific requirement for a 
supplemental reissue oath or declaration to cover errors sought 
to be corrected subsequent to the filing of an initial reissue 
oath or declaration is not a new practice, but merely recognition 
of a current requirement for a supplemental reissue oath or 
declaration when additional errors are to be corrected. However, 
the current practice of specifically identifying all supplemental 
errors being corrected in a supplemental reissue oath or declara- 
tion is not retained. 


A supplemental oath or declaration under paragraph (b)(1) must 
be submitted prior to allowance. The supplemental oath or 
declaration may be submitted with any amendment prior to 
allowance, paragraph (b)(1)(i), or in order to overcome a rejec- 
tion under 35 U.S.C. 251 made by the examiner where there 
are errors sought to be corrected that are not covered by a 
previously filed reissue oath or declaration, paragraph (b)(1)(ii). 
Any such rejection by theexaminer will include a statement that 
the rejection may be overcome by submission of a supplemental 
oath or declaration, which oath or declaration states that the 
errors in issue arose without any deceptive intent on the part 
of the applicant. An examiner ordinarily will be introducing a 
rejection under 35 U.S.C. 251 based on the lack of a supple- 
mental declaration for the first time in the prosecution once 
the claims are determined to be otherwise allowable. The intro- 
duction of a new ground of rejection under 35 U.S.C. 251 will 
not prevent an action from being made final, except first actions 
pursuant to § 1.113(c), because of the combination of the fol- 
lowing factors: (1) the finding of the case in condition for 
allowance is the first opportunity that the examiner has to make 
the rejection; (2) the rejection is being made in response to an 
amendment of the application (to deal with the errors in the 
patent); (3) all applicants are on notice that this rejection will 
be made upon finding of the case otherwise in condition for 
allowance where errors have been corrected subsequent to the 
last oath or declaration filed in the case, therefore, the rejection 
should have been expected by applicant; and (4) the rejection 
will not prevent applicant from exercising any rights as to curing 
the rejection, since applicant need only submit the supplemental 
oath or declaration with the above-described language, and it 
will be entered to cure the rejection provided it raises no addi- 
tional issue, such as an informality or substantive reissue ques- 
tion (e.g., a previously omitted claim for priority under 35 
U.S.C. 119). 


A supplemental oath or declaration under paragraph (b) of this 
section would only be required for errors sought to be corrected 
during prosecution of the reissue application. Where an Office 
action contains only a rejection under 35 U.S.C. 251 and indi- 
cates that a supplemental oath or declaration under this para- 
graph would overcome the rejection, applicants are encouraged 
to authorize the payment of the issue fee at the time the supple- 
mental reissue oath or declaration is submitted in view of the 
clear likelihood that the reissue application will be allowed on 
the next Office action. Such authorization will reduce the delays 
in the Office awaiting receipt of the issue fee. Where there are 
no errors to be corrected over those already covered by an oath 
or declaration submitted under paragraphs (a) and (b)(1) of this 
section (e.g., the application is allowed on first action), or 
where a supplemental oath or declaration has been submitted 
prior to allowance and no further errors have been corrected, 
a supplemental oath or declaration under this paragraph, or 
additional supplemental oath or declaration under paragraph 
(b)(1), would not be required. 


Paragraph (b)(2) provides that for any error sought to be cor- 
rected after allowance (e.g.,under § 1.312), a supplemental oath 
or declaration must accompany the requested correction stating 
that the error(s) to be corrected arose without any deceptive 
intent on the part of the applicant. 


The quotes around lack of deceptive intent, currently found in 
§ 1.175(a)(6), are removed as the exact language is not required. 
The reference to § 1.56, currently found in § 1.175(a)(7), is 
removed as unnecessary in view of the reference to § 1.56 in 
§ 1.63 that is also referred to by § 1.175(a). The stated ability 
of applicant to file affidavits or declarations of others and 
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the ability of the examiner to require additional information, 
currently found in § 1.175(b), is deleted as unnecessary in view 
of 35 U.S.C. 131 and 35 U.S.C 132. 


New paragraph (c) of § 1.175 has been rewritten to clarify its 
intent that a subsequently submitted oath or declaration under 
this section need not identify any errors other than what was 
identified in the original oath or declaration provided at least 
one of the originally identified errors to be corrected is retained 
to provide a basis for the reissue. 


In new paragraph (d) of § 1.175 a reference to § 1.53(f) is 
inserted to clarify that the initial oath or declaration under § 
1.175(a) including those requirements under § 1.63 need not 
be submitted (with the specification, drawing and claims) in 
order to obtain a filing date. 


Section 1.176: The adoption of a final change to § 1.176 is 
held in abeyance pending further consideration by the Office 
of the decision by the Federal Circuit in Jn re Graff, 111 
F.3d874, 42 USPQ2d 1471 (Fed. Cir. 1997). Graff involved 
two issues: (1) whether it is permissible to have a continuation 
of a reissue application when the reissue application has issued 
as a reissue patent; and (2) whether broadened claims can be 
presented more than two years after the original patent date in 
a reissue application which was filed within two years but did 
not include any broadened claims. While Graff is more directly 
related to § 1.177 than § 1.176, §§ 1.176 and 1.177 are suffi- 
ciently interrelated that the Office considers it appropriate to 
hold the final changes to both § 1.176 and § 1.177 in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 83: A comment requested clarification regarding how 
restriction, between claims added in a reissue application and 
the original patent claims, by the examiner would be permitted 
in § 1.176 while § 1.177 would prohibit multiple reissue patents 
except among the distinct and separate parts of the thing pat- 
ented. 


Response: The comment will receive further consideration 
when a final change to § 1.176 is adopted. 


Section 1.177: Section 1.177 was proposed to be amended to « 


discontinue the current practice that copending reissue applica- 
tions must be issued simultaneously unless ordered otherwise 
by the Commissioner pursuant to petition. As discussed supra, 
the adoption of a final change to § 1.177 is held in abeyance 
pending further consideration by the Office of the decision in 
Graff. 


Comment 84: One comment would limit the granting of mul- 
tiple reissue patents on different dates to where a petition for 
the grant of multiple reissue patents has been approved prior 
to the issuance of any reissue patent. Another comment thought 
that only one petition fee should be charged notwithstanding 
whether a petition in more than one reissue application is 
required. 

Response: The comments will receive further consideration 
when a final change to § 1.177 is adopted. 


Section 1.181: The proposed change to § 1.181 will not be 
made, see comments relating to § 1.101. 


Comment 85: One comment requested that the material to be 
deleted from § 1.181, paragraphs (d), (e), and (g) should be 
retained as they give fair warning to all and the consequences 
of failure to pay a petition fee. 


Response: The comment has been adopted. 


Section 1.182: Section 1.182 is amended by providing that a 
petition under the section may be granted “subject to such 
other requirements as may be imposed” by the Commissioner, 
language similar to that appearing for petitions under § 1.183. 
The proposal to remove the statement that a decision on a 
petition thereunder will be communicated to interested parties 
in writing is withdrawn. 

Comment 86: One comment opposed the proposal to remove 


the statement that a decision on a petition under § 1.182 will 
be communicated to interested parties in writing, arguing that 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 567 
(203) 


it would not be appropriate for the Office to decide a petition 
under § 1.182 without communicating the decision to the inter- 
ested parties in writing. 


Response: The suggestion is adopted. The Office did not pro- 
pose to remove the statement that a decision on a petition under 
§ 1.182 will be communicated to interested parties in writing 
because the Office intended to discontinue providing written 
decisions on petitionsunder § 1.182 (or any other petition), but 
because it was considered unnecessary to state as much in the 
rule itself. While the Office will communicate the decision on 
any petition under § 1.182 to the interested parties in writing, 
such decision may not always take the form of a traditional 
decision on petition. For example, the grant of a petition under 
§ 1.182 to accept the omitted page(s) or drawing(s) in a nonpro- 
visional application and accord the date of such submission as 
the application filing date will be indicated by the issuance of 
a new filing receipt stating the filing date accorded the applica- 
tion. See Notice entitled “Change in Procedure Relating to 
an Application Filing Date” published in the Federal Register 
at 61 FR30041, 30043 (June 13, 1996), and in the Official 
Gazette at 1188 Off. Gaz. Pat. Office 48, 50-51 (July 9, 1996). 


Section 1.184: Section 1.184 is removed and reserved as repre- 
senting internal instructions. 


Comment 87: Comments suggested that § 1.184 not be deleted 
notwithstanding its internal directions. See response to com- 
ment relating to § 1.101. 


Section 1.184 relates to the refusal of a subsequent Commis- 
sioner to reconsider a case once decided by a previous Commis- 
sioner, except in accordance with principles which govern the 
granting of new trials. As the Commissioner is free to waive any 
requirement of the rules not required by statute, the prohibition 
against reconsideration is ineffective. Additionally, the deletion 
of the material does not necessarily represent an intent to engage 
in reconsideration of matters previously decided. 


Section 1.191: Section 1.191(a) is amended to permit every 
applicant, and every owner of a patent under reexamination, 
any of whose claims have been twice or finally (§ 1.113) 
rejected (rather than “any of the claims of which have been 
twice rejected or given a final rejection (§ 1.113)”), to file an 
appeal to the Board of Patent Appeals and Interferences (Board) 
to better track the language of 35 U.S.C. 134. Section 1.191(a) 
is also amended to: (1) explicitly refer to a “notice of appeal” 
to provide antecedent for such term in § 1.192; (2) replace 
“response” with “reply” in accordance with the change to § 
1.111; and (3) refer to § 1.17(b) for consistency with the change 
to § 1.17. 


Comment 88: One comment argued that the proposed change 
to § 1.191, limiting the “twice rejected” requirement for appeal 
to a particular application, was inconsistent with 35 U.S.C.134, 
as indicated by the Board in the unpublished decision Ex parte 
Lemoine, Appeal No. 94-0216 (Bd. Pat. App. & Inter., 
December 27, 1994). A second comment argued that § 1.191 
should permit an appeal based on one rejection in a prior 
application and one rejection in a continuing application to 
avoid requiring an applicant to file a pro form a reply to meet 
the requirement that the particular application be twice rejected. 


Response: The comments have been adopted by elimination 
of the limitation to twice rejected being related to a particular 
application. To avoid inconsistency between § 1.191 and 35 
U.S.C. 134, § 1.191 as adopted tracks the language of 35 U.S.C. 
134, except that § 1.191 states “twice or finally (§ 1.113) 
rejected” rather than “twice rejected.” The patent statute and 
rules of practice do not permit an application to be finally 
rejected (even under first actionfinal practice) under 35 U.S.C. 
132, unless the applicant is one “whose claims have been twice 
rejected” within the meaning of 35 U.S.C. 134. Thus, the phrase 
“or finally (§ 1.113)” may be viewed as redundant. Neverthe- 
less, as applicants generally delay appeal until final action 
(although Pub. L. 103-465 may change this practice), and there 
has been some confusion as to when 35 U.S.C. 134 and § 1.191 
permit an applicant to appeal a rejection, § 1.191(a) as adopted 
states “twice or finally (§ 1.113) rejected.” 
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Section 1.191(b) is amended to eliminate the requirement for 
a notice of appeal to: (1) besigned; or (2) identify the appealed 
claims. These two requirements have been deleted as being 
redundant of the requirements of § 1.192 for an appeal brief, 
which is necessary to avoid dismissal of the appeal. Section 
1.33 requires that an appeal brief filed in either an application 
(§ 1.33(b)) or a reexamination proceeding (§ 1.33(c)) be signed. 
Thus, a signed appeal brief under § 1.192 (which must be filed 
to avoid dismissal of the appeal) will serve to, in effect, ratify 
any unsigned notice of appeal under § 1.191. Likewise, the 
former requirement of § 1.191(b) for an identification of the 
appealed claims is unnecessary as § 1.192(c)(3) requires that 
the appeal brief, inter alia, identify the “claims appealed.” 
While it is no longer specifically required by § 1.191(b), an 
applicant or patent owner should continue to sign notice of 
appeals under § 1.191(b) (like other papers) and to also identify 
the claims appealed. The change to § 1.191(b), in effect, permits 
an appeal brief to constitute an automatic “correction” of a 
notice of appeal that is not signed or does not identify the 
appealed claims. 


The failure to timely file an appeal brief will result in dismissal 
of an appeal (§ 1.192(b)). Thus, the failure to timely file an 
appeal brief (signed in compliance with § 1.33(b) or (c)) after 
the filing of an unsigned notice of appeal will result in dismissal 
of the appeal as of the expiration date (including any extensions 
of time actually obtained) for filing such appeal brief. It will 
not result in treatment of the application or patent under reexam- 
ination as if the notice of appeal had never been filed. This 
distinction is significant in an application containing allowed 
claims, in that dismissal of an appeal results in cancellation 
of the rejected claims and allowance of the application, not 
abandonment of the application (which would have occurred 
if the notice of appeal had never been filed). 


The Office has eliminated the requirements for a notice of 
appeal to be signed and to identify the appealed claims to avoid 
the delay and expense to the applicant and the Office that is 
involved in treating a defective notice of appeal. These changes 
were not made to encourage the filing of unsigned notices of 
appeal or notices of appeal that do not identify the claims 
being appealed; rather, a notice of appeal should be signed and 
identify the claims appealed. As the change to § 1.191(b) does 
not affect other papers submitted with a notice of appeal (e.g., 
an amendment under § 1.116) or other actions contained within 
the notice of appeal (e.g., an authorization to charge fees to a 
deposit account), the failure to sign a notice of appeal (or 
accompanying papers) may have adverse effects notwith- 
standing the change to § 1.191(b). For example, an unsigned 
notice of appeal filed with an authorization (unsigned) to charge 
the appeal fee to a deposit account as payment of the notice 
of appeal fee (§ 1.17(b)) will be unacceptable as lacking the 
appeal fee, as § 1.191(b) applies to the notice of appeal, but 
not to an authorization to charge a deposit account that happens 
to be included in the notice of appeal. 


Section 1.192: Section 1.192(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111, and to refer to § 1.17(c) for consistency with the change 
to § 1.17. 


Comment 89: One comment suggested that the appeal process 
could be improved by the imposition of a reasonable page limit 
on briefs. 


Response: The suggestion will be reviewed for further consider- 
ation. 


Section 1.193: Section 1.193, as well as §§ 1.194, 1.196, and 
1.197, are amended to change “the appellant” to “appellant” 
for consistency. Section 1.193 is also amended by revision of 
paragraph (a) into paragraphs (a)(1) and (a)(2) and revision of 
paragraph (b) into paragraphs (b)(1) and (b)(2). Paragraph (a)(1) 
retains the subject matter of current paragraph (a), except that 
the phrase “and a petition from such decision may be taken 
to the Commissioner as provided in § 1.181” is deleted as 
superfluous. Section 1.181(a), by its terms, authorizes a petition 
from any action or requirement of an examiner in the ex parte 
prosecution of an application which is not subject to appeal. 
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Section 1.193(a)(2) specifically prohibits the inclusion of a new 
ground of rejection in an examiner’s answer, but also expressly 
provides that when (1) an amendment under § 1.116 proposes 
to add or amend one or more claims, (2) appellant was advised 
(in an advisory action) that the amendment under § 1.116 would 
be entered for purposes of appeal, and (3) the advisory action 
indicates which individual rejection(s) set forth in the action 
from which the appeal was taken (e.g., the final rejection) 
would be used to reject the added or amended claim(s), then 
(1) the appeal brief must address the rejection(s) of the claim(s) 
added or amended by the amendment under § 1.116 as indicated 
in the advisory action, and (2) the examiner’s answer may 
include the rejection(s) of the claim(s) added or amended by 
the amendment under § 1.116 as indicated in the advisory 
action. This provision of § 1.193(a)(2) is intended for those 
situations in which a rejection is stated (i.e., applied to some 
claim) in the final Office action, but due to an amendment 
under § 1.116 (after final) such rejection is now applicable to 
a claim that was added or amended under § 1.116. For example, 
when an amendment under § 1.116 cancels a claim (the “can- 
celed claim”) and incorporates its limitations into the claim 
upon which it depends or rewrites the claim as a new indepen- 
dent claim (the “appealed claim”), the appealed claim has 
become the canceled claim since it now contains the limitations 
of the canceled claim (i.e., the only difference between the 
appealed claim and the canceled claim is the claim number). 
In such situations, the appellant has been given a fair opportu- 
nity to react to the ground of rejection (albeit to a claim having 
a different claim number). Thus, the Office does not consider 
such a rejection to constitute a “new ground of rejection” within 
the meaning of § 1.193(b). Nevertheless, § 1.193(b)(2) 
expressly permits such a rejection on appeal and further pro- 
vides that “[t]he filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendmen tunder § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken“ to eliminate controversy as to the rejection(s) to which 
claim(s) added or amended under § 1.116 may be subject on 


appeal. 


The phrase “individual rejections” in § 1.193(a)(2) addresses 
the situation in which claim 2 (which depends upon claim 1) 
was rejected under 35 U.S.C. 103 on the basis of A in view 
of B and claim 3 (which depends upon claim 1) was rejected 
under 35 U.S.C. 103 on the basis of A in view of C, but no 
claim was rejected under 35 U.S.C. 103 on the basis of A in 
view of B and C, and an amendment under § 1.116 proposes 
to combine the limitations of claims 2 and 3 together into new 
claim 4. In this situation, the action from which the appeal is 
taken sets forth no rejection on the basis of A in view of B and 
C, and, as such, § 1.193(a)(2) does not authorize the inclusion of 
rejection of newly proposed claim 4 under 35 U.S.C. 103 on 
the basis of A in view of B and C in the examiner’s answer. 
Of course, as a claim including the limitations of both claim 
2 and claim 3 is a newly proposed claim in the application, 
such an amendment under § 1.116 may properly be refused 
entry as raising new issues. Conversely, that § 1.193(a)(2) 
would authorize the rejection in an examiner’s answer of aclaim 
sought to be added or amended in an amendment under § 1.116 
has no effect on whether the amendment under § 1.116 is 
entitled to entry. The provisions of § 1.116 control whether an 
amendment under § 1.116 is entitled to entry; the provisions 
of § 1.193(a)(2) control the rejections to which a claim added 
or amended in an amendment under § 1.116 may be subject 
in an examiner’s answer. 


While § 1.193(a) generally prohibits a new ground of rejection 
in an examiner’s answer, it does not prohibit the examiner 
from expanding upon or varying the rationale for a ground of 
rejection set forth in the action being appealed. That is, the 
parenthetical definition of “new ground of rejection” in MPEP 
1208.01 as including an “other reason for rejection” of the 
appealed claims means another basis for rejection of the 
appealed claims, and not simply another argument, rationale, 
or reason submitted in support of a rejection previously of 
record. 


There is no new ground of rejection when the basic thrust of 
the rejection remains the same such that an appellant has been 
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given a fair opportunity to react to the rejection. See In re 
Kronig, 539 F.2d 1300, 1302-03, 190 USPQ 425, 426-27 
(CCPA 1976). Where the statutory basis for the rejection 
remains the same, and the evidence relied upon in support of 
the rejection remains the same, a change in the discussion of 
or rationale for supporting the rejection does not constitute a 
new ground of rejection. /d. at 1303, 190 USPQ at 427 (reliance 
upon fewer references in affirming a rejection under 35 U.S.C. 
103 does not constitute a new ground of rejection). Where the 
examiner simply changes (or adds) a rationale for supporting 
a rejection, but relies upon the same statutory basis and evidence 
in support of the rejection, there is no new ground of rejection. 


In any event, an allegation that an examiner’s answer contains 
an impermissible new ground of rejection is waived if not 
timely (§ 1.181(f)) raised by way of a petition under § 1.181(a). 


Section 1.193(b)(1) provides appellant with a right to file a 
reply brief in reply to an examiner’s answer which is not 
dependent upon a new point of argument being present in the 
examiner’s answer. The former practice of permitting reply 
briefs based solely on a finding of a new point of argument, 
as set forth in former paragraph (b), is eliminated thereby 
preventing present controversies as to whether a new point of 
argument has been made by the primary examiner. Appellant 
would be assured of having the last submission prior to review 
by the Board. Upon receipt of a reply brief, the examiner would 
either acknowledge its receipt and entry or reopen prosecution 
to respond to any new issues raised in the reply brief. Should 
the Board desire to remand the appeal to the primary examiner 
for comment on the latest submission by appellant or to clarify 
an examiner’s answer (MPEP 1211, 1211.01, and1212), appel- 
lant would be entitled to submit a reply brief in reply to the 
answer by the examiner to the Board’s inquiry, which answer 
would be by way of a supplemental examiner’s answer. 


Thus, § 1.193(a)(2) does not permit a new ground of rejection 
in an examiner’s answer, and § 1.193(b)(1) does not, in the 
absence of a remand by the Board, permit an answer (other 
than a mere acknowledgment) to a timely filed reply brief. 
Section 1.193 requires the examiner to reopen prosecution to 
either: (1) enter a new ground of rejection; or (2) provide a 
substantive answer to a reply brief. 


Section 1.193(b)(2) provides that if appellant desires that the 
appeal process be reinstated in reply to the examiner’s 
reopening of prosecution under § 1.193(b)(1), appellant would 
be able to file a request to reinstate the appeal and a supple- 
mental appeal brief as an alternative to filing a reply (under 
§§ 1.111 or 1.113, as appropriate) to the Office action. Amend- 
ments, affidavits or other new evidence, however, would not 
be entered if submitted with a request to reinstate the appeal. 
Like a reply brief, a supplemental appeal brief submitted pur- 
suant to § 1.193(b)(2)(ii) need not reiterate the contentions set 
forth in a previously filed appeal brief(or reply brief), but need 
only set forth appellant’s contention with regard to the new 
ground of rejection(s) raised in the Office action that reopened 
prosecution. The supplemental appeal brief will automatically 
incorporate all issues and arguments raised in the previously 
filed appeal brief (or reply brief), unless appellant indicates 
otherwise. 


The intent of the change to § 1.193(b) is to give appellant 
(rather thar the examiner) the option to continue the appeal if 
desired (particularly under Pub. L. 103-465), or to continue 
prosecution before the examiner in the face of a new ground 
of rejection. Should a supplemental appeal brief be elected as 
the reply to the examiner reopening prosecution based on a 
new ground of rejection under § 1.193(b)(1), the examiner may 
under § 1.193(a)(1) issue an examiner’s answer. Where an 
appeal is reinstated pursuant to § 1.193(b)(2)(ii), no additional 
appeal fee is currently required. 


Comment 90: A number of comments favored permitting appel- 
lants to file a reply brief as amatter of right. One comment 
argued that the Board, rather than the examiner, should deter- 
mine whether the appellant should be permitted to file a reply 
brief. 
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Response: Section 1.193 as adopted permits an appellant to 
file a reply brief as a matter of right. This change eliminates 
the authority of an examiner to refuse entry of a timely filed 
reply brief. 


Comment 91: One comment suggested that a reasonable page 
limit could be placed on reply briefs. 


Response: The comment will be studied. 


Comment 92: A number of comments opposed the proposed 
change to require a substitute appeal brief, rather than a reply 
brief. These comments argued that requiring an entirely new 
brief reiterating previously submitted arguments, rather than a 
mere reply to the examiner’s answer, would result in a less 
readable and coherent record. 


Response: Section 1.193 as adopted permits a reply brief (rather 
than a substitute appeal brief) where the appellant desires to 
reply to an examiner’s answer or and a supplemental appeal 
brief where the appellant requests reinstatement of an appeal. 
Contentions (orinformation) set forth in a previously filed 
appeal (or reply brief) need not be reiterated in a reply brief 
or supplemental appeal brief. 


Comment 93: A number of comments favored prohibiting a 
new ground of rejection in an examiner’s answer. 


Response: Section 1.193 as adopted prohibits a new ground of 
rejection in an examiner’s answer, except under the limited 
circumstance specifically provided for in § 1.193(a)(2). 


Comment 94: Two comments suggested that if the examiner 
reopens prosecution after an appeal brief has been filed, §§ 
1.193 or 1.113 should be amended to state that the action issued 
by the examiner cannot be made final. 


Response: The finality of an Office action is determined under 
MPEP 706.07(a), which states that “any second or subsequent 
actions on the merits shall be final, except where the examiner 
introduces a new ground of rejection not necessitated by amend- 
ment of the application by applicant.” Whether the action subse- 
quent to the reopening of prosecution may be made final will 
be determined solely by whether such action includes a new 
ground of rejection not necessitated by amendment of the appli- 
cation by the applicant. Thus, where an amendment under § 
1.116 entered as a result of reopening of prosecution necessi- 
tates a new ground of rejection, the action immediately subse- 
quent to the reopening of prosecution may be made final. See 
MPEP 706.07(a) and 1208.01. 


Comment 95: One comment would go further in permitting 
applicant to reinstate an appeal as a reply to the examiner 
reopening prosecution by permitting amendments, affidavits 
and other evidence to address the new ground of rejection. 
Another comment desired the ability to reply directly to the 
Board for any new ground of rejection raised by the Board. 


Response: The comments amount to having the Board conduct 
the prosecution of the application and not act as an appellate 
review. Amended claims, affidavits and other evidence should 
be seen by the examiner first for a determination as to whether 
a new search is required, to conduct any newly required search, 
and also to evaluate the newly submitted and any newly discov- 
ered material at the examination level. See comments to § 
1.196(d). 


Comment 96: One comment would further amend § 1.193 to 
waive any subsequent appeal notice fee and appeal brief fee, 
and start the time period for extension of patent from the time 
of first appeal in that if the examiner did his or her duty properly 
there would be no need to reopen prosecution. 


Response: Under current practice, a new fee is due for each 
notice of appeal, each brief, and each request for an oral hearing, 
so long as a decision on the merits by the Board resulted from 
the prior notice of appeal, brief, and request for an oral hearing. 
Thus, when an examiner reopens prosecution after appeal but 
prior to a decision by the Board on the appeal, the fee for the 
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notice of appeal, brief, and request for an oral hearing will 
apply to a later appeal. The change to § 1.193 in this Final 
Rule is not germane to patent term extension under 35 U.S.C. 
154(b) and § 1.701. 


In any event, that prosecution is reopened subsequent to the 
filing of an appeal brief is not necessarily a concession that 
the rejection of the appealed claims was in error. It is often 
the case that prosecution is reopened subsequent to the filing 
of an appeal brief in the situation in which the examiner con- 
siders the rejection of the appealed claims to be appropriate 
(and thus the appeal to be without merit), but discovers a better 
basis for rejecting the claims at issue (e.g., even better prior 
art references). To characterize an examiner, who decides to 
reopen prosecution to avoid wasting the Board’s resources (and 
the appellant’s time) with a rejection that is not the best possible 
rejection of the appealed claims, as an examiner who is not 
properly performing his or her duties, would be non-sensical. 


Comment 97: One comment opposed prohibiting a new ground 
of rejection in an examiner’s answer. The comment argued that 
this change will result in unnecessary delays inprosecution. 


Response: The proposal to prohibit a new ground of rejection 
in an examiner’s answer otherwise received overwhelming sup- 
port. Under Pub. L. 103-465, any delay in prosecution resulting 
from the reopening of prosecution is to the detriment of the 
applicant. Thus, it is considered appropriate to give the applicant 
the choice of whether to prosecute the application before the 
examiner or reinstate the appeal. 


Section 1.194: Section 1.194(b) is amended to provide that a 
request for an oral hearing must be filed in a separate paper, 
and to refer to § 1.17(d) for consistency with the change to § 
1.17. 


Section 1.194(c) is amended to provide that appellant will be 
notified when a requested oral hearing is unnecessary (e.g., a 
remand is required). 


Comment 98: One comment argued that § 1.194 leaves an open 
statement as to when the Board may decide that an oral hearing 
is not necessary, in that this section does not limit considering 
an oral hearing not necessary to when the application has been 
remanded to the examiner. 


Response: The situation in which an application has been 
remanded to the examiner was simply an exemplary situation 
of special circumstances in which the Board may determine 
that an oral hearing is not necessary. Section 1.194 was not 
meant to limit the discretion of the Board to determine that 
an oral hearing is not necessary to those situations when the 
application has been remanded to the examiner. 


Section 1.196: Section 1.196 paragraphs (b) and (d) are com- 
bined by amending paragraph § 1.196(b) to specifically provide 
therein for a new ground of rejection for both appealed claims 
and for allowed claims present in an application containing 
claims that have been appealed rather than the current practice 
under § 1.196(d) of recommending a rejection of allowed claims 
that is binding on the examiner. The effect of an explicit rejec- 
tion of an allowed claim by the Board is not seen to differ 
from a recommendation of a rejection and would serve to 
advance the prosecution of the application by having the rejec- 
tion made at an earlier date by the Board rather than waiting 
for the application to be forwarded and acted upon by the 
examiner. The former practice that the examiner is not bound 
by the rejection should appellant elect to proceed under § 
1.196(b)(1) and an amendment or showing of facts not pre- 
viously of record in the opinion of the examiner overcomes 
the new ground of rejection, is not changed. A period of two 
months is now explicitly set forth for a reply to a decision by 
the Board containing a new ground of rejection pursuant to § 
1.196(b), which would alter the one month previously set forth 
for replies to recommended rejections of previously allowed 
claims. See MPEP 1214.01. Extensions of time continue to be 
governed by § 1.196(f) and § 1.136(b) (and not by § 1.136(a)). 


The last sentence of § 1.196(b)(2) is amended to clarify that 
appellants do not have to both appeal and file a request for 
rehearing where only a rehearing of a portion of the decision 


OFFICIAL GAZETTE 


Marcu 21, 2000 


is sought. A decision on a request for rehearing will incorporate 
the earlier decision for purposes of appeal of the earlier decision 
in situations in which only a partial request for rehearing has 
been filed. Additionally, it is clarified that decisions on 
rehearing are final unless noted otherwise in the decision in 
that under some circumstances it may not be appropriate to 
make a decision on rehearing final as is currently automatically 
provided for. Section 1.196(b) is also amended to clarify that 
the appellant must exercise one of the two options with respect 
to the new ground of rejection under § 1.196(b) to avoid termi- 
nation of proceedings (§ 1.197(c)) as to the rejected claims. 


Section 1.196(b)(2) (and §§ 1.197(b) and 1.304(a)(1)) are 
amended to change the phrase “request for reconsideration” to 
“request for rehearing” for consistency with 35 U.S.C. 7(b). 
See In re Alappat, 33 F.3d 1526, 1533, 31 USPQ2d 1545, 
1548 (Fed. Cir. 1994) (enbanc) (noting “imprecise regulation 
drafting” in regard to the phrase “request for reconsideration” 
in § 1.197). 


Section 1.196(d) is amended to provide the Board with explicit 
authority to have an appellant clarify the record in addition to 
what is already provided by way of remand to the examiner 
(MPEP 1211), and appellant’s compliance with the require- 
ments of an appeal brief (§ 1.192(d)). Section 1.196(d) specifi- 
cally provides that an appellant may be required to address any 
matter that is deemed appropriate for a reasoned decision on 
the pending appeal, which may include: (1) the applicability 
of particular case law that has not been previously identified 
as relevant to an issue in the appeal; (2) the applicability of 
prior art that has not been made of record; or (3) the availability 
of particular test data that would be persuasive in rebutting a 
ground of rejection. Section 1.196(d) also provides that appel- 
lant would be given a non-extendable time period (not a time 
limit) within which to reply to any requirementunder § 1.196(d). 


Comment 99: One comment suggested that § 1.196(b) would 
appear to authorize the Board to reverse a restriction require- 
ment, as § 1.196(b) authorizes the Board to reject any pending 
claim. The comment suggested that § 1.196(b) authorize the 
Board to reject any examined (rather than pending) claim. 


Response: Section 1.196(b) authorizes, but does not require, 
the Board to reject claims not involved in the appeal. The Board 
has held that a restriction requirement is not an adverse decision 
within the meaning of 35 U.S.C. 7 and 134 subject to appeal, 
and the CCPA and Federal Circuit have supported this position. 
See In re Hengehold, 440 F.2d 1395, 169USPQ 473 (CCPA 
1971); see also In re Watkinson, 900 F.2d 230, 14 USPQ2d 
1407 (Fed.Cir. 1990). Thus, concerns that the Board will use 
the provisions of § 1.196(b) to review restriction requirements 
are misguided. 

Comment 100: Several comments opposed the change to § 
1.196(d) on the basis that it places the Board in the position 
of acting as an examiner in the first instance. 


Response: Section 1.196(d) authorizes, but does not require, 
the Board to require an appellant to clarify the record without 
remanding the application to the examiner. This change will 
authorize the Board to obtain clarification directly from the 
appellant in those situations in which the Board considers a 
remand to or further action by the examiner unnecessary. Where 
the Board considers action by an examiner in the first instance 
to be necessary or desirable, the Board retains the authority 
to remand the application to the examiner for such action. 
Additionally, after reply to an inquiry under § 1.196(d) (e.g., 
does there exist test data that would be persuasive in rebutting 
a particular ground of rejection), a remand to the examiner 
may be deemed to be appropriate (e.g., to evaluate test data 
received in reply to an inquiry). 

Section 1.197: Section 1.197(b) is amended to eliminate its use 
of the passive voice. Section 1.197(b) is also amended to change 
“reconsideration or modification” to “rehearing” for consis- 
tency with 35 U.S.C. 7(b). For consistency with the two-month 
period set forth in § 1.196(b), § 1.197(b) is also amended to 
provide a two-month period (rather than a one-month period) 
within which an appellant may file the single request for 
rehearing permitted by § 1.197(b). 


No comments were received regarding the proposed change to 
§ 1.197. 
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Section 1.291; Section 1.291(c) is amended by removing the 
blanket limitation of one protest per protestor and would provide 
for a second or subsequent submission in the form of additional 
prior art. Mere argument that is later submitted by an initial 
protestor would continue not to be entered and would be 
returned unless it is shown that the argument relates to a new 
issue that could not have been earlier raised. See MPEP 
1901.07(b). Although later submitted prior art would be made 
of record by a previous protestor without a showing that it 
relates to a new issue, it should be noted that entry of later 
submitted prior art in the file record does not assure its consider- 
ation by the examiner if submitted late in the examination 
process. Accordingly, initial protests should be as complete as 
possible when first filed. 


In view of the amendment to § 1.291(a) in the “Miscellaneous 
Changes in Patent Practice” Final Rule (discussed supra) to 
require that a protest be filed prior to the mailing of a notice 
of allowance under § 1.311 to be considered timely (§ 
1.291(a)(1)), the restriction of protests by number is deemed 
unnecessary and is recognized as ineffective, in that a party 
may effectively file multiple protests by submitting each protest 
through a third party agent acting on behalf of such party. 


Comment 101: One comment suggested that permitting more 
than one submission by a particular party relating to prior art 
poses a risk that a third party may sequentially submit individual 
pieces of prior art as a delaying factor. 


Response: Any delay in submission of a piece of prior art by 
a third party poses the risk that the later submitted prior art 
will not be considered, particularly if it is seen as part of a 
pattern. The review of any piece of prior art, assuming it is 
not part of a large package, to determine its value is not seen 
to result in any delay in issuing an Office action. It isrecognized 
that some delay may result where a piece of prior art in a 
second submission by a third party is utilized in a rejection 
that could have been made sooner if that art had been submitted 
earlier; however, on balance the Office would prefer to delay 
prosecution of an application and consider and apply a newly 
submitted reference not found by the examiner rather than issue 
an invalid claim. 


Section 1.291(c) is also amended to: (1) delete the sentence 
“(t]he Office may communicate with the applicant regarding 
any protest and may require the applicant to reply to specific 
questions raised by the protest” as superfluous as the Office 
may communicate with an applicant regarding any matter, and 
require the applicant to reply to specific questions, concerning 
the application; (2) replace “respond” with “reply” in accor- 
dance with the change to § 1.111. 


Section 1.293: Section 1.293 paragraph (c) is amended to 
replace the reference to § 1.106(e) with a reference to § 
1.104(c)(5), to reflect a transfer of material. 


Section 1.294: Section 1.294 paragraph (b) is amended by 
replacement of “response” with “reply” in accordance with the 
change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.294. 


Section 1.304: Section 1.304(a)(1) is amended to replace “con- 
sideration” by “reconsideration” to correct a typographical 
error. 


No comments were received regarding the proposed change to 
§ 1.304. 


Section 1.312: Section 1.312(b) is amended to have a reference 
to § 1.175(b) added in view of the change in § 1.175(b) refer- 
encing § 1.312(b). 


No comments were received regarding the proposed change to 
§ 1.312. 


Section 1.313: Section 1.313 will not be amended with the 
addition of paragraph (c) informing applicants that unless 
written notification is received that the application has been 
withdrawn from issue at least two weeks prior to the projected 
date of issue, applicants should expect that the application will 
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issue as a patent. The matter will be further studied. It should 
be noted, however, that once an application has issued, the 
Office is without authority to grant a request under § 1.313 
notwithstanding submission of the request prior to issuance of 
the patent. 


Section 1.316: Section 1.316 is amended to include only the 
language of former § 1.316(a). The subject matter of former 
paragraphs (b) through (f) of § 1.316 were added to § 1.137. 


No comments were received regarding the proposed change to 
§ 1.316. 


Section 1.317: Section 1.317 is amended to include only the 
language of former § 1.317(a). The subject matter of former 
paragraphs (b), (c), (e) and (f) of § 1.317 were added to § 
a .37. 


No comments were received regarding the proposed change to 
§ 1.317. 


Section 1.318: Section 1.318 is removed and reserved as being 
an internal Office instruction. 


See comments relating to § 1.101. 


Section 1.324: Section 1.324 is amended by creating paragraphs 
(a) and (b). The requirement for factual showings to establish 
a lack of deceptive intent is deleted, with a statement to that 
effect being sufficient, paragraph (a). 


Office practice is to require the same type and character of 
proof of facts as in petitions under § 1.48(a). See MPEP 1481. 
Unlike former § 1.48, former § 1.324 contained no diligence 
requirement. See Stark v. Advanced Magnetics, Inc., 29 F.3d 
1570, 1574, 31 USPQ2d 1290, 1293 (Fed. Cir. 1994). Section 
1.324 (and § 1.48) as adopted contain no diligence requirement, 
for the reasons set forth in the discussion of § 1.48. 


Section 1.324(b)(1) is amended to explicitly require a statement 
relating to the lack of deceptive intent only from each person 
who is being added or deleted as an inventor, as opposed to 
the current practice of requiring a statement from each original 
named inventor and any inventor to be added. 


The current requirements for an oath or declaration under § 
1.63 by each actual inventor is replaced, paragraph (b)(2) of 
§ 1.324, by a statement from the current named inventors who 
have not submitted a statement under paragraph (b)(1) of § 
1.324 either agreeing to the change of inventorship or stating 
that they have no disagreement in regard to the requested 
change. Not every original named inventor would necessarily 
have knowledge of each of the contributions of the other inven- 
tors and/or how the inventorship error occurred, in which case 
their lack of disagreement to the requested change would be 
sufficient. 


Paragraph (b)(3) of § 1.324 requires the written consent of 
the assignees of all parties who submitted a statement under 
paragraph (b)(1) and (b)(2) of this section similar to the current 
practice of consents by the assignees of all the existing paten- 
tees. A clarification reference to § 3.73(b) is added. 


Paragraph (b)(4) of § 1.324 states the requirement for a petition 
fee as set forth in § 1.20(b). 


No adverse comments were received regarding the proposed 
change to § 1.324. 


Section 1.325: The proposed removal of § 1.325 is withdrawn. 
See comments relating to § 1.101. 


Section 1.351: The proposed removal of § 1.351 is withdrawn. 
See comments relating to § 1.101. 


Section 1.352: Section 1.352 is removed and reserved as unnec- 
essary as an internal instruction. 


See comments relating to § 1.101. 


Section 1.366: Section 1.366(b) is amended to remove the term 
“certificate” as unnecessary. Section 1.366(c) is amended for 
clarity by changing “serial number” to “application number,” 
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which consists of the serial number and the series code (e.g., 
“08/"). 


Paragraph (d) removes the request for the information con- 
cerning the issue date of the original patent and filing date of 
the application for the original patent as unnecessary. The term 
“serial” is also removed from paragraph (d). 


No comments were received regarding the proposed change to 
§ 1.366. 


Section 1.377: Section 1.377(c) is amended to remove the 
requirement that the petition be verified in accordance with the 
change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.377. 


Section 1.378: Section 1.378(d) is amended to remove the 
requirement that the statement be verified in accordance with 
the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.378. 


Section 1.425: Section 1.425 is amended by removing para- 
graph (a) and its requirement for proof of the pertinent facts 
relating to the lack of cooperation or unavailability of the 
inventor for which status is sought. In addition, § 1.425 is 
further amended by deleting paragraph (b) and its requirements 
for proof of the pertinent facts, presence of a sufficient proprie- 
tary interest, and a showing that such action is necessary to 
preserve the rights of the parties or to prevent irreparable 
damage. Additionally, the requirement that the last known 
address of the non-signing inventor be stated has been removed. 
The current requirements are thought to be unnecessary in view 
of the need for submission of the same information in a petition 
under § 1.47 during the national stage. The paragraph added 
parallels the requirement in PCT Rule 4.15 for a statement 
explaining to the satisfaction of the Commissioner the lack of 


the signature concerned for submission of the international 
application. 


No comments were received regarding the proposed change to 
§ 1.425. 


Section 1.484: Section 1.484 paragraphs (d) through (f) are 
amended by replacement of “response” and “respond” with 
“reply” in accordance with the change to § 1.111. 


No comments were received regarding the proposed change to 
§ 1.484. 


Section 1.485; Section 1.485(a) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.485. 


Section 1.488: Section 1.488(b)(3) is amended by replacement 
of “response” with “reply” in accordance with the change to 
§ 1.111. 


No comments were received regarding the proposed change to 
§ 1.488. 


Section 1.492: Section 1.492 is amended to add new paragraph 
(g). See the amendment to § 1.16 adding a new paragraph (m). 


No comments were received regarding the proposed change to 
§ 1.492. 


Section 1.494: Section 1.494(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.494. 


Section 1.495: Section 1.495(c) is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 
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No comments were received regarding the proposed change to 
§ 1.495. 


Section 1.510: Section 1.510(e) is amended to replace a refer- 
ence to § 1.121(f) with a reference to § 1.530(d), which sets 
forth the requirements for an amendment in a reexamination 
proceeding. 


No comments were received regarding the proposed change to 
§ 1.510. 


Section 1.530: The title has been changed by the addition of 
a semicolon to clarify that the section is intended to cover 
not only amendments submitted with the statement, but also 
amendments submitted at any other stage of the reexamination 
proceedings. 


Section 1.530(d) is replaced by paragraphs (d)(1) through (d)(7) 
removing the reference to § 1.121(f) in accordance with the 
deletion of $ 1.121(f). The manner of proposing amendments 
in reexamination proceedings is governed by § 1.530(d)(1) 
through (d)(6). Paragraph (d)(1) is directed to the manner of 
proposing amendments in the specification, other than in the 
claims. Paragraph (d)(1)(i) requires that amendments including 
deletions be made by submission of a copy of one or more 
newly added or rewritten paragraphs with markings, except 
that an entire paragraph may be deleted by a statement deleting 
the paragraph without presentation of the text of the paragraph. 
Paragraph (d)(1)(ii) requires indication of the precise point in 
the specification where the paragraph which is being amended 
is located. When a change in one sentence, paragraph, or page 
results in only format changes to other pages (e.g., shifting of 
non-amended text to subsequent pages) not otherwise being 
amended, such format changes are not to be submitted. Para- 
graph (d)(1)(iii) defines the markings set forth in paragraph 
(d)(1)(ii). Proposed paragraph (d)(1)(iii), relating to a require- 
ment for submission of all amendments be presented when any 
amendment to the specification is made, was not implemented. 


Paragraph (d)(2) of § 1.530 relates to the manner of proposing 
amendments to the claims in reexamination proceedings. Para- 
graph (d)(2)(i)(A) of § 1.530 requires that a proposed amend- 
ment include the entire text of each patent claim which is 
proposed to be amended by the current amendment and each 
proposed new claim being added by the current amendment. 
Additionally, provision has been made for the cancellation of 
a patent claim or of a previously proposed new claim by a 
direction to cancel without the need for marking by brackets. 
Paragraph (d)(2)(i)(B) prohibits the renumbering of the patent 
claims and requires that any proposed new claims follow the 
number of the highest numbered patent claim. Para- 
graph(d)(2)(i)(C) identifies the type of markings required by 
paragraph (d)(2)(i)(A), single underlining for added material 
and single brackets for material deleted. 


Paragraph (d)(2)(ii) requires the patent owner to set forth the 
status (i.e., pending or cancelled) of all patent claims, and of 
all currently proposed new claims, as of the date of the submis- 
sion of each proposed amendment. The absence of claim status 
would result in a notice of informal response. 


Paragraph (d)(2)(iii) of § 1.530 requires an explanation of the 
support in the disclosure for any amendments to the claims 
presented for the first time on pages separate from the amend- 
ments along with any additional comments. The absence of an 
explanation would result in a notice of informal response. 


Proposed paragraphs (d)(2)(iv) and (v), relating to a require- 
ment for presentation of all amendments as of the date any 
amendment to the claims is made, and to the treatment of the 
failure to submit a copy of any added claim as a direction to 
cancel that claim, were not implemented. 


Paragraph (d)(3) of § 1.530 provides that: (1) an amendment 
may not enlarge the scope of the claims of the patent, (2) no 
amendment may be proposed for entry in an expired patent, 
and (3) no amendment will be incorporated into the patent by 
certificate issued after the expiration of the patent. 


Paragraph (d)(4) of § 1.530 provides that amendments proposed 
to a patent during reexamination proceedings will not be effec- 
tive until a reexamination certificate is issued. This replaces 
paragraph (e) of § 1.530, which has been removed and reserved. 
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Paragraph (d)(5) of § 1.530 provides the criteria for the form 
of amendments in reexamination proceedings (i.e., paper size 
must be either letter size or A4 size, and not legal size). 


Paragraph (d)(6) of § 1.530 clarifies that proposed amendments 
to the patent drawing sheets are not permitted and that any 
change must be by way of a new sheet of drawings with the 
proposed amended figures being identified as “amended” and 
with proposed added figures identified as “new” for each sheet 
that has changed. Material in paragraph (d)(6) has been trans- 
ferred from cancelled § 1.115. 


Paragraph (d)(7) of § 1.530, has been added in view of the 
deletion of § 1.115 paragraph (d), requires amendment of the 
disclosure in certain situations (i.e., to correct inaccuracies of 
description and definition) and to secure substantial correspon- 
dence between the claims, the remainder of the specification, 
and the drawings. The previous requirement for “correspon- 
dence” has been modified by use of “substantial correspon- 
dence.” See comments to § 1.115. 


Paragraph (d)(8) of § 1.530 has been added to clarify that all 
amendments to the patent being reexamined must be made 
relative to (i.e., vis-a-vis) the patent specification in effect as 
of the date of the filing of the request for reexamination (the 
patent specification includes the claims). If there was a prior 
change to the patent (made via a prior reexamination certificate, 
reissue of the patent, certificate of correction, efc.), the first 
amendment must be made relative to the patent specification 
as changed by the prior proceeding or other mechanism for 
changing the patent. In addition, all amendments subsequent 
to the first amendment must be made relative to the patent 
specification in effect as of the date of the filing of the request 
for reexamination, and not relative to the prior amendment. 


Paragraph (e) of § 1.530 has been removed with the material 
formerly contained therein transferred to new paragraph (d)(4) 
of § 1.530. 


The proposed change in §§ 1.530, 1.550, and 1.560 to replace 
“response,” “responses” and “respond” with “reply” in accor- 


dance with the change to § 1.111 is not being adopted at this 
time. As the term “reply” in a reexamination proceeding refers 
to the “reply” of a third party requester (§ 1.535), the Office 
is withdrawing for further consideration what term should con- 
sistently be used for the “reply” or “response” by the patent 
owner and what term should consistently be used for the “reply” 
by a third party requester. 


Section 1.550: Paragraph (a) of § 1.550 is amended to conform 
the citation to §§ 1.104 through 1.119 to the changes to §§ 
1.104 through 1.119. Paragraphs (b) and (e) of § 1.550 are 
amended for clarification purposes. Paragraph (e) of § 1.550 
clarifies present Office practice of requiring, after filing of a 
request for reexamination by a third party requester, the service 
of any document filed by either the patent owner or the third 
party on the other party in the reexamination proceeding in the 
manner provided in § 1.248. 


No comments were received regarding the proposed change to 
§ 1.550. 


Section 1.770: Section 1.770 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


No comments were received regarding the proposed change to 
§ 1.770. 


Section 1.785: Section 1.785 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
L111. 


No comments were received regarding the proposed change to 
§ 1.785. 


Section 1.804: Section 1.804(b) is clarified grammatically by 
changing “shall state” to “stating” and is amended to delete 
the requirement that the statement be verified in accordance 
with the change to §§ 1.4(d)(2) and 10.18. 


No comments were received regarding the proposed change to 
§ 1.804. 
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Section 1.805: Section 1.805(c) is amended by deleting “veri- 
fied” in accordance with the change to §§ 1.4(d) and 10.18 
and removing unnecessary language noting that an attorney or 
agent registered to practice need not verify their statements. 


No comments were received regarding the proposed change to 
§ 1.805. 


Part 3: Portions of Part 3 are amended to incorporate Part 7, 
which part is removed and reserved. 


No comments were received regarding the proposed change to 
Part 3. 


Section 3.11; Section 3.11(a) is created for the current subject 
matter and a new paragraph(b) is added citing Executive Order 
9424 of February 18, 1944 (9 FR 1959, 3 CFR 1943-1949 
Comp., p. 303) and its requirements that several departments 
and other executive agencies of the Government forward items 
for recording. 


Section 3.21; Section 3.21 is amended to replace the reference 
to “§ 1.53(b)(1)” with a reference to “§ 1.53(b)” and to delete 
the reference to “§ 1.62” for consistency with the amendment 
to § 1.53 and the deletion of § 1.62. 


Section 3.26: Section 3.26 is amended to remove the require- 
ment that an English language translation be verified in accor- 
dance with the change to §§ 1.4(d)(2) and 10.18. 


Section 3.27: The current subject matter of § 3.27 is designated 
as paragraph (a), and a paragraph (b) is added to cite Executive 
Order 9424 and a mailing address therefor. 


Section 3.31: Section 3.31(c) is added to require that: (1) the 
cover sheet must indicate that the document is to be recorded 
on the Governmental Register; (2) the document is to be 
recorded on the Secret Register (if applicable); and (3) the 
document does not affect title (if applicable). 


Section 3.41; The current subject matter of § 3.41 is designated 
as paragraph (a), and a paragraph (b) is added to specify when 
no recording fee is required for documents required to be filed 
pursuant to Executive Order 9424. 


Section 3.51: Section 3.51 is amended by removing the term 
“certification” as unnecessary in accordance with the change 
to §§ 1.4(d)(2) and 10.18. 


Section 3.58: Section 3.58 is added to provide for the main- 
taining of a Department Register to record Government interests 
required by Executive Order 9424 in § 3.58(a). New § 3.58(b) 
provides that the Office maintain a Secret Register to record 
Government interests also required by the Executive Order. 


Section 3.73: Section 3.73(b) is amended to remove the sentence 
requiring an assignee to specifically state that the evidentiary 
documents have been reviewed and to certify that title is in 
the assignee seeking to take action. The sentence is deemed to 
be unnecessary in view of the amendment to §§ 1.4(d) and 
10.18. 


Section 3.73 paragraph (b) has also been amended to replace 
the language “assignee of the entire right, title and interest” 
with “assignee.” This change provides for the applicability of 
the paragraph to assignees with a partial interest, such as is 
often encountered in reissue applications. 

Section 3.73(b) is clarified by addition of a reference to an 
example of documentary evidence that can be submitted. 
Part 5: 

No comments were received regarding the proposed change to 
Part 5. 


Section 5.1: Section 5.1 is amended by removing the current 
subject matter as being duplicative of material in the other 
sections of this part and is replaced by subject matter deleted 
from § 5.33. 


Section 5.2: Section 5.2(b) is amended by removing the subject 
matter as being duplicative of material in the other sections of 
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this part and is replaced with subject matter of the first sentence 
from § 5.7. Section 5.2 paragraphs (c) and (d) are removed as 
repetitive of material in the other sections of this part. 


Section 5.3: Section 5.3 is amended by replacement of 
“response” with “reply” in accordance with the change to § 
1.111. 


Section 5.4: Section 5.4 is amended by removing unnecessary 
subject matter from paragraph (a), eliminating, in paragraph 
(d), the requirement that the petition be verified in accordance 
with the amendment to §§ 1.4(d)(2) and 10.18, and by adding 
the first and second sentences of § 5.8 to § 5.4(d). 


Section 5.5: Section 5.5 is amended by removing unnecessary 
subject matter from paragraph (b) and by replacing current § 
5.5(e) with subject matter removed from § 5.6(a). 


Section 5.6: Section 5.6 is removed and reserved with the 
subject matter of § 5.6(a) being placed in § 5.5(e). 


Section 5.7: Section 5.7 is removed and reserved with the first 
sentence thereof being placed in § 5.2(b). 


Section 5.8: Section 5.8 is removed and reserved with the 
subject matter from the first and second sentences thereof being 
placed in § 5.4(d). 


Sections 5.11: Section 5.11, paragraphs (b), (c) and (e), are 
amended to update the references to other parts of the Code 
of Federal Regulations. 


Section 5.12: Section 5.12(b) is amended to clarify that the 
petition fee (§ 1.17(h)) is required only when expedited han- 
dling is sought for the petition. 


Section 5.13: Section 5.13 is amended by removing the last 
two sentences which are considered to be unnecessary. Section 
5.13 is also amended to remove the language concerning the 


requirement for the petition fee (§ 1.17(h)) for expedited han- 
dling of a petition under § 5.12(b), which is duplicative of the 
provisions of § 5.12(b). This amendment does not change cur- 
rent practice. 


Section 5.14: Section 5.14(a) is amended by removing unneces- 
sary subject matter and replacing “serial number” with the more 
appropriate designation “application number.” Section 5.14(a) 
is also amended to remove the language concerning the require- 
ment for the petition fee (§ 1.17(h)) for expedited handling of 
a petition under § 5.12(b), which is duplicative of the provisions 
of § 5.12(b). This amendment does not change current practice. 


Section 5.15: Section 5.15, paragraphs (a), (b), (c), and (e), are 
amended by removing unnecessary subject matter and to update 
the references to other parts of the Code of Federal Regulations. 


Section 5.16: Section 5.16 is removed and reserved as unneces- 
sary. 


Section 5.17: Section 5.17 is removed and reserved as unneces- 
sary. 

Section 5.18: Section 5.18 is amended to update the references 
to other parts of the Code of Federal Regulations. 


Sections 5.19: Sections 5.19(a) and (b) are amended to update 
the references to other parts of the Code of Federal Regulations. 
Section 5.19(c) is removed as unnecessary. 


Section 5.20: Section 5.20 is amended to include only the 
language of former § 5.20(a). 


Section 5.25: Section 5.25(c) is removed as unnecessary. 


Section 5.31: Section 5.31 is removed and reserved as unneces- 
sary. 


Section 5.32: Section 5.32 is removed and reserved as unneces- 
sary. 
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Section 5.33: Section 5.33 is removed and reserved and its 
subject matter added to § 5.1. 


Part 7: Part 7 is removed and reserved as the substance thereof 
is incorporated into part 3. 


No comments were received regarding the proposed change to 
Part 7. 


Part 10: 


Section 10.18: The heading of § 10.18 is amended to read 
“[slignature and certificate for correspondence filed in the 
Patent and Trademark Office” to reflect that it, as amended, 
applies to correspondence filed by non-practitioners as well as 
practitioners. 


Section 10.18(a) is amended to provide that for all documents 
filed in the Office in patent, trademark, and other non-patent 
matters, except for correspondence that is required to be signed 
by the applicant or party, each piece of correspondence filed 
by a practitioner in the Patent and Trademark Office must 
bear a signature, personally signed by such practitioner, in 
compliance with § 1.4(d)(1). This amendment is simply a clari- 
fication of the requirements of former § 10.18(a). 


Section 10.18 is further amended (in § 10.18 paragraphs (b) 
and (c)) to include the changes proposed to § 1.4 paragraphs 
(d)(2) and (d)(3). These changes to 37 CFR Part 10 are to 
avoid a dual standard between 37 CFR Parts 1 and 10 as 
to practitioners. In addition, by operation of § 1.4(d)(2), the 
provisions of § 10.18 paragraphs (b) and (c) are applicable to 
any party (whether a practitioner or non-practitioner) presenting 
any paper to the Office. As any party (whether a practitioner 
or non-practitioner) presenting any paper to the Office is subject 
to the provisions of § 10.18 paragraphs (b) and (c), this change 
also avoids a dual standard between practitioners and non- 
practitioners as to the certification provisions of § 10.18(b) and 
the sanctions provisions of § 10.18(c). The only difference 
between a practitioner and a non-practitioner as to § 10.18 
paragraphs (b) and (c) is that a practitioner may also be subject 
to disciplinary action for violations of § 10.18(b) in addition 
to or in lieu of sanctions under § 10.18(c). 


Section 10.18(b)(1) is specifically amended to provide that, by 
presenting to the Office (whether by signing, filing, submitting, 
or later advocating) any paper, the party presenting such paper 
(whether a practitioner or non-practitioner) is certifying that 
all statements made therein of the party’s own knowledge are 
true, all statements made therein on information and belief are 
believed to be true, and all statements made therein are made 
with the knowledge that whoever, in any matter within the 
jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom. 


Section 10.18(b)(2) is specifically amended to provide that, by 
presenting to the Office any paper, the party presenting such 
paper (whether a practitioner or non-practitioner) is certifying 
that to the best of the party’s knowledge, information and belief, 
formed after an inquiry reasonable under the circumstances, 
that: (1) the paper is not being presented for any improper 
purpose, such as to harass someone or to cause unnecessary 
delay or needless increase in the cost of prosecution before the 
Office; (2) the claims and other legal contentions therein are 
warranted by existing law or by a nonfrivolous argument for 
the extension, modification, or reversal of existing law or the 
establishment of new law; (3) the allegations and other factual 
contentions have evidentiary support or, if specifically so identi- 
fied, are likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery; and (4) the 
denials of factual contentions are warranted on the evidence, 
or if specifically so identified, are reasonably based on a lack 
of information or belief. 
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As discussed supra, the amendments to § 10.18, in combination 
with the amendment to § 1.4(d), will permit the Office to 
eliminate the verification requirement for a number of the rules 
of practice. 


Section 10.18(c) specifically provides that violations of § 
10.18(b)(1) may jeopardize the validity of the application or 
document, or the validity or enforceability of any patent, trade- 
mark registration, or certificate resulting therefrom, and that 
violations of any of § 10.18 paragraphs (b)(2)(i) through (iv) 
are, after notice and reasonable opportunity to respond, subject 
to such sanctions as deemed appropriate by the Commissioner, 
or the Commissioner’s designee, which may include, but are 
not limited to, any combination of: (1) holding certain facts to 
have been established; (2) returning papers; (3) precluding a 
party from filing a paper, or presenting or contesting an issue; 
(4) imposing a monetary sanction; (5) requiring a terminal 
disclaimer for the period of the delay; or (6) terminating the 
proceedings in the Patent and Trademark Office. 


With regard to the sanctions enumerated in § 10.18(c), 35 
U.S.C. 6(a) provides that “The Commissioner . . . may, subject 
to the approval of the Secretary of Commerce, establish regula- 
tions, not inconsistent with law, for the conduct of proceedings 
in the Patent and Trademark Office.” The issue of whether 
the Office is authorized to impose monetary sanctions was 
addressed in the rulemaking entitled “Patent Appeal and Inter- 
ference Practice,” published in the Federal Register at 60 FR 
14488 (March 17, 1995), and in the Official Gazette at 1173 
Off. Gaz. Pat. Office 36 (April 11, 1995). 


The Commissioner’s authority under 35 U.S.C. 6(a) to impose 
monetary sanctions is limited to sanctions which are remedial, 
and does not extend to sanctions that are punitive. Id. at 14494- 
96, 1173 Off. Gaz. Pat. Office at 41-43. An enabling statute 
(35 U.S.C. 6(a)) alone is not the express statutory authorization 
required for an agency to impose penal monetary sanctions. 
See, e.g., Commissioner v. Acker, 361 U.S. 87, 91 (1959); Gold 
Kist, Inc. v. Department of Agriculture, 741 F.2d 344, 348 
(11th Cir. 1984). Thus, the line of demarcation between permis- 
sible and impermissible monetary sanctions under 35 U.S.C. 
6(a) is that: (1) the imposition of a monetary sanction to cover 
the costs incurred by the Office due to the violation of § 
10.18(b)(2) is a remedial (and thus permissible) sanction; and 
(2) the imposition of a monetary sanction that has no relation- 
ship to the costs incurred by the Office due to the violation of 
§ 10.18(b)(2) (e.g., a pre-established or arbitrary fine or penalty) 
is a punitive (and thus impermissible) sanction. See United 
States v. Frame, 885 F.2d 1119, 1142-43 (3rd Cir. 1989) (late 
payment charge no higher than reasonable to cover lost interest 
and administrative costs incurred in the collection effort is a 
remedial sanction, and not a penalty, and, as such, is authorized 
by rulemaking enabling statute), cert. denied, 493 U.S.1094 
(1990); see also Griffin & Dickson v. United States, 16 Cl. Ct. 
347, 356-57 (1989) (agency has the inherent authority to 
manage its caseload by imposing sanctions including pre- 
cluding party from presenting further evidence, disciplining of 
representative, or imposing costs against the representative or 
the party in interest). As the Office is an entirely fee-funded 
entity, it is reasonable to impose a monetary sanction on a 
party causing an unnecessary and inordinate expenditure of 
Office resources to cover the costs incurred by the Office due 
to such action, rather than impose these costs on the Office’s 
customers in general. 


Nevertheless, the Office has amended §§ 1.4(d)(2) and 10.18 
with the objective of discouraging the filing of frivolous or 
patently unwarranted correspondence in the Office, not to rou- 
tinely review correspondence for compliance with § 10.18(b)(2) 
and impose sanctions under § 10.18(c). Thus, the amendment 
to §§ 1.4(d)(2) and 10.18 should cause no concern to prac- 
titioners and pro se applicants engaging in the ordinary course of 
business before the Office. The Office anticipates that sanctions 
under § 10.18(c) will be imposed only in rare situations in 
which such action is necessary for the Office to halt a clear 
abuse that is resulting in a needless and inordinate expenditure 
of Office resources. 


Where the circumstances of an application or other proceeding 
warrant a determination of whether there has been a violation 
of § 10.18(b), the file or the application or other proceeding 
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will be forwarded to the Office of Enrollment and Discipline 
(OED) for a determination of whether there has been a violation 
of § 10.18(b). In the event that OED determines that a provision 
of § 10.18(b) has been violated, the Commissioner, or the 
Commissioner’s designee, will determine what (if any) sanc- 
tion(s) under § 10.18(c) is to be imposed in the application or 
other proceeding. In addition, if OED determines that a provi- 
sion of § 10.18(b) has been violated by a practitioner, OED 
will determine whether such practitioner is to be subject to 
disciplinary action (see §§ 1.4(d)(2) and 10.18(d)). That is, 
OED will provide a determination of whether there has been a 
violation of § 10.18(b), and if such violation is by a practitioner, 
whether such practitioner is to be subject to disciplinary action; 
however, OED will not be responsible for imposing sanctions 
under § 10.18(c) in an application or other proceeding. 


Section 10.18(d) provides that any practitioner violating the 
provisions of this section may also be subject to disciplinary 
action. This paragraph (and the corresponding provision of § 
1.4(d)(2)) clarifies that a practitioner may be subject to disci- 
plinary action in lieu of, or in addition to, the sanctions set 
forth in § 10.18(c) for violations of § 10.18. 


Comment 102: A number of comments supported the changes 
to § 1.4(d) to make its certification applicable to all papers 
signed and submitted to the Office. 


Response: The Office will adopt the changes to make such a 
certification applicable to all papers filed in the Office, but 
will do so by placing the certification requirement in § 10.18, 
and providing in § 1.4(d) that the presentation of any paper 
to the Office, whether by a practitioner or non-practitioner, 
constitutes a certification under § 10.18. Thus, the presentation 
of a paper to the Office by any person (even a non-practitioner) 
constitutes a certification under § 10.18. 


Comment 103: A number of comments opposed the change to 
§ 1.4(d) as increasing the burden on persons presenting papers 
to the Office, and, as such, inconsistent with the stated goal 
of reducing the burden on the public. One comment indicated 
that new burdens in § 1.4(d) on signers of papers submitted to 
the Office include: (1) conducting a reasonable inquiry con- 
cerning the document to be submitted to the Office; (2) not 
submitting the document to harass or seek a needless increase 
in the cost of prosecution; and (3) submitting only documents 
likely to have evidentiary support after a reasonable opportunity 
for further investigation or discovery. 


Response: The change to §§ 1.4(d) and 10.18 should discourage 
the filing of frivolous papers in the Office, and thus reduce the 
cost to the Office of treating such papers, which cost is ulti- 
mately borne by the Office’s customers. Thus, this change to 
§§ 1.4(d) and 10.18 will reduce the burden on the public and 
to the Office’s customers in general. There is no reasonable 
argument as to why a person filing a document in the Office 
should be permitted to avoid the “burden” of conducting a 
reasonable inquiry concerning the document to be submitted 
to the Office, not submitting the document to harass or seek 
a needless increase in the cost of prosecution, or submitting only 
documents likely to have evidentiary support after a reasonable 
opportunity for further investigation or discovery. 


Comment 104: Several comments opposed the addition of § 
1.4(d)(2) (now § 10.18(b)(2)) on the basis that the phrase 
“formed after an inquiry reasonable under the circumstances” 
was too vague or was unclear as to how much of an inquiry 
must be made to meet the “reasonable inquiry” requirement. 


Response: The phrase “formed after an inquiry reasonable under 
the circumstances” is taken from Rule 11(b) of the Federal 
Rules of Civil Procedure (Fed. R. Civ. P. 11(b)), which provides 
that: 


Representations to Court. By presenting to the court (whether 
by signing, filing, submitting, or later advocating) a pleading, 
written motion, or other paper, an attorney or unrepresented 
party is certifying that to the best of the person’s knowledge, 
information and belief, formed after an inquiry reasonable under 
the circumstances, — 
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(1) it is not being presented for any improper purpose, such 
as to harass or to cause unnecessary delay or needless increase 
in the cost of litigation; 

(2) the claims, defenses, and other legal contentions therein 
are warranted by existing law or by a nonfrivolous argument 
for the extension, modification, or reversal of existing law or 
the establishment of new law; 

(3) the allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 

(4) the denials of factual contentions are warranted on the 
evidence or, if specifically so identified, are reasonably based 
on a lack of information or belief. 


See Fed. R. Civ. P. 11(b)(1993). 


Section 10.18(b)(2) tracks the language of Fed. R. Civ. P. 
11(b)(1993) to avoid confusion as to what certifications a signa- 
ture entails. The advisory committee notes to Fed. R. Civ. 
P.11(b) provide further information on the “inquiry reasonable 
under the circumstances” requirement. See Amendments to the 
Federal Rules of Civil Procedure at 50-53 (1993), reprinted 
in 146 F.R.D. 401, 584-87. The “inquiry reasonable under the 
circumstances” requirement of § 10.18(b)(2) is identical to that 
in Fed. R. Civ. P. 11(b). The Federal courts have stated in 
regard to the “reasonable inquiry” requirement of Fed. R. Civ. 
P. Tt: 


In requiring reasonable inquiry before the filing of any pleading 
in a civil case in federal district court, Rule 11 demands “an 
objective determination of whether a sanctioned party’s conduct 
was reasonable under the circumstances.” In effect it imposes a 
negligence standard, for negligence is a failure to use reasonable 
care. The equation between negligence and the failure to con- 
duct a reasonable precomplaint inquiry is . . . that “the amount 
of investigation required by Rule 11 depends on both the time 
available to investigate and on the probability that more investi- 
gation will turn up important evidence; the Rule does not require 
steps that are not cost-justified.” 


Hays v. Sony Electronics, 847 F.2d 412, 418, 7 USPQ2d 1043, 
1048 (7th. Cir.1988) (citations omitted) (decided prior to the 
1993 amendment to Fed. R. Civ. P. 11, but discussing a “reason- 
able under the circumstances” standard). 


Comment 105: One comment opposed the change in § 1.4(d) 
to import the verification requirement into any papers signed 
and submitted to the Office, on the basis that the presence of 
a verification actually on the paper signed and submitted to 
the Office would cause the signer to carefully consider what 
is being signed and submitted to the Office. 


Response: A separate verification requirement for certain 
papers results in delays during the examination of an application 
when such verification is omitted. The Office is convinced that 
people are inclined to either not make false, misleading or 
inaccurate statements in documents they sign, or are not 
deterred from making such statements by the presence of a 
verification clause in the document. The benefit obtained in 
the rare instance in which a person otherwise inclined to make 
a false, misleading or inaccurate statement is persuaded not to 
do so by averification clause simply does not outweigh the 
benefit obtained by the elimination of the delay that results 
from the requirement for such a verification clause. 


Comment 106: One comment opposed the change to § 1.4(d) 
(now § 10.18(b)(2)) on the basis that “reasonable inquiry” 
requirement therein will expose a practitioner to malpractice 
liability. 

Response: Legal malpractice is not an issue of Federal patent 
(or trademark) law, but of common law sounding in tort. See 
Voight v. Kraft, 342 F. Supp 821, 822, 174 USPQ 294,295 (D. 
Idaho 1972). Section 10.18(b)(2) does not affect the duty (or 
create a new duty) on the part of a practitioner to his or her 
client vis-a-vis the submission of papers to the Office. 


The party’s duties under § 10.18 are not to one’s own clients; 
it is to the public in general, other parties before the Office 
(the examination of whose applications are delayed while the 
Office is, and whose fees must be applied to the cost of, 
responding to frivolous papers), and to the Office. Cf, Mars 
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Steel Corp. v. Continental Bank, 880 F.2d 928, 932 (7th. 
Cir.1989) (just as tort law creates duties to one’s client, Fed. 
R. Civ. P. 11 creates a duty to one’s adversary, other litigants 
in the courts’s queue, and the court itself); Hays, 847 F.2d at 
418, 7USPQ2d at 1049 (same). 


Comment 107: One comment indicated that the requirements 
in § 1.4(d)(2) (now § 10.18(b)(2)) may be onerous as to persons 
not registered to practice before the Office. Another comment 
opposed this change on the basis that it would create new issues 
during litigation, in that few non-lawyers have enough legal 
knowledge to accurately verify that the documents they sign 
are consistent with the law. The comment suggested that § 
1.4(d)(2) simply be amended to include the verification state- 
ment from § 1.68. 


Response: There is no reasonable argument as to why the 
certification for papers submitted to the Office should be any 
less than the certification required under Fed. R. Civ. P. 11(b) 
for papers filed in the Federal courts. The Federal Rules of 
Civil Procedure do not permit a pro se litigant to avoid the 
requirements of Fed. R. Civ. P. 11(b) (“By presenting . . . an 
attorney or unrepresented party is certifying . . . .” (emphasis 
added)). It is, however, appropriate to take account of the 
special circumstances of pro se applicants in determining 
whether sanctions under § 10.18(c) are appropriate. See advi- 
sory committee notes to Fed. R. Civ. P. 11 (1983), reprinted 
in 97 F.R.D. 165, 198-99 (1983) (“Although the standard is the 
same for unrepresented parties, who are obligated themselves to 
sign the [papers], the court has sufficient discretion to take 
account of the special circumstances that often arise in pro se 
situations’”’). 


The Office expects that pro se applicants will often submit 
arguments that evidence little, if any, appreciation of the appli- 
cable law or procedure. The Office is not adopting §§ 1.4(d)(2) 
and 10.18(b) and (c) for the purpose of imposing, and does 
not intend to impose, sanctions on pro se applicants in situations 
in which they simply submit arguments lacking an appreciation 
of the applicable law or procedure. See Finch v. Hughes Aircraft 
Co., 926 F.2d 1574, 1582,17 USPQ2d 1914, 1921 (Fed. Cir. 
1991)(“courts are particularly cautious about imposing sanc- 
tions on a pro se litigant, whose improper conduct may be 
attributed to ignorance of the law and proper procedures”’); see 
also Hornback v. U.S., 40 USPQ2d 1694, 1697 (Cl. Ct. 1996) 
(pro se without legal training is not held to the same standard 
as trained counsel). 


Where, however, a pro se applicant engages in a course of 
conduct that any reasonable person should have known was 
improper, and which causes a needless and inordinate expendi- 
ture of Office resources, such conduct may result in the imposi- 
tion of sanctions on the pro se applicant. The Federal courts 
have subjected pro se litigants to sanctions for: (1) taking or 
persisting in actions that even a non-lawyer should have known 
were frivolous; (2) taking or persisting in actions that, after 
engaging in a sufficient course of litigation, the pro se litigant 
should have known were frivolous; or (3) taking or persisting 
in actions after having been warned by the court that such 
actions were frivolous. See Constant v. U.S., 929 F.2d 654,658, 
18 USPQ2d 1298, 1301 (Fed. Cir.), cert. denied, 501 U.S. 1206 
(1991); Finch, 926F.2d at 1582-83, 17 USPQ2d at 1921; U.S. 
ex rel. Taylor v. Times Herald Record, 22 USPQ2d 1716, 1718 
(S.D.N.Y. 1992), aff'd, 990 F.3d 623 (2d Cir. 1993)(table). 


Comment 108: One comment argued that the change to § 
1.4(d) would be particularly difficult to apply in the context 
of provisional applications. 


Response: The patent statute and rules of practice do not require 
any papers other than a disclosure (with or without claims) and 
a cover sheet for a provisional application (e.g., an applicant 
need and should not submit legal arguments or other contentions 
with a provisional application). Thus, it is highly unlikely that 
the filing of a provisional application will result in a violation 
of § 10.18(b). 


Comment 109: One comment opposed the change to § 1.4(d) 
on the basis that it was not clear whether a practitioner has an 
obligation in the case of a submission of a statement off acts 
to inform the party making the statement (or the client) of this 
certification effect, and the sanctions applicable to noncompli- 
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ance. Another comment indicated that practitioners will now 
be placed under the obligation of questioning their clients each 
time they are given information or instructions. 


Response: The submission by an applicant of misleading or 


inaccurate statements of facts during the prosecution of applica- . 


tions for patent has resulted in the patents issuing on such 
applications being held unenforceable. See, e.g., Refac Interna- 
tional Ltd. v. Lotus Development Corp., 81 F.3d 1576, 38 
USPQ2d 1665 (Fed. Cir. 1996); Paragon Podiatry Laboratory, 
Inc. v. KLM Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 
1561 (Fed. Cir 1993); Rohm and Haas Corp. v. Crystal Chem- 
ical Co., 722 F.2d 1556, 200 USPQ 289 (Fed. Cir. 1983), cert. 
denied, 469 U.S. 851 (1984); Ott v. Goodpasture, 40 USPQ2d 
1831 (D.N. Tex. 1996); Herman v. William Brooks Shoe Co., 
39 USPQ2d 1773 (S.D. N.Y. 1996); Golden Valley Microwave 
Food Inc. v. Weaver Popcorn Co., 837 F. Supp. 1444, 
24USPQ2d 1801 (N.D. Ind. 1992), aff'd, 11 F.3d 1072 (Fed. 
Cir. 1993) (table), cert. denied, 511 U.S. 1128 (1994). Likewise, 
false statements by a practitioner in a paper submitted to the 
Office during the prosecution of an application for patent has 
resulted in the patent issuing on such application also being 
held unenforceable. See General Electro Music Corp. v. Samick 
Music Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed. Cir. 1994) 
(false statement in a petition to make an application special 
constitutes inequitable conduct, and renders the patent issuing 
on such application unenforceable). In addition, the failure to 
exercise due care in ascertaining the accuracy of the statements 
in a certification submitted to the Office has also resulted in 
a patent being held invalid. See DH Technology, 937 F. Supp. 
at 910; 4OUSPQ2d at 1761. 


For the above-stated reasons, it is highly advisable for a prac- 
titioner to advise a client or third party that any information 
so provided must be reliable and not misleading, regardless of 
this amendment to §§ 1.4(d)(2) and 10.18. Nevertheless, §§ 
1.4(d)(2) and 10.18 as adopted do not require a practitioner to 
advise the client (or third party) providing information of this 
certification effect (or the sanctions applicable to noncompli- 
ance), or question the client (or third party) when such informa- 
tion or instructions are provided. When a practitioner is 
submitting information (e.g., a statement of fact) from the 
applicant or a third party, or relying in arguments upon informa- 
tion from the applicant or a third party, the Office will consider 
a practitioner’s “inquiry reasonable under the circumstances” 
duty under § 10.18 met so long as the practitioner has no 
knowledge of information that is contrary to the information 
provided by the applicant or third party or would otherwise 
indicate that the information provided by the applicant or third 
party was so provided for the purpose of a violation of § 10.18 
(e.g., was submitted to cause unnecessary delay). 


An applicant has no duty to conduct a prior art search as a 
prerequisite to filing an application for patent. See Nordberg, 
Inc. v. Telsmith, Inc., 82 F.3d 394, 397, 38 USPQ2d 1593, 
1595-96 (Fed. Cir. 1996); FMC Corp. v. Hennessy Indus., Inc., 
836 F.2d 521, 526 n.6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. 
Cir. 1987); FMC Corp. v. Manitowoc Co., Inc., 835 F.2d 1411, 
1415, 5 USPQ2d 1112, 1115 (Fed. Cir. 1987); American 
Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 
1362, 220 USPQ 763, 772 (Fed. Cir.), cert. denied, 469 U.S. 
821, 224 USPQ 520 (1984). The “inquiry reasonable under the 
circumstances” requirement of § 10.18 does not create any new 
duty on the part of an applicant for patent to conduct a prior 
art search. See MPEP 609; cf. Judin v. United States, 110 F.3d 
780, 42 USPQ2d 1300 (Fed. Cir 1997) (the failureto obtain 
and examine the accused infringing device prior to bringing a 
civil action for infringement violates the 1983 version of Fed. 
R. Civ. P.11). The “inquiry reasonable under the circumstances” 
requirement of § 10.18, however, will require an inquiry into 
the underlying facts and circumstances when a practitioner 
provides conclusive statements to the Office (e.g., a statement 
that the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant 
to § 1.137(b) was unintentional). 


Section 10.23: Section 10.23 is amended to change the phrase 
“knowingly signing” to “signing.” This amendment to § 10.23 
is for consistency with § 10.18, which contains no “knowingly” 
provision or requirement. 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 577 
(203) 


Review Under the Paperwork Reduction Act of 1995. 


This Final Rule contains information collection requirements 
which are subject to review by the Office of Management and 
Budget (OMB) under the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.). The principal impact of this Final 
Rule is: (1) elimination of unnecessary rules of practice; (2) 
simplification or elimination of certain requirements of the 
rules of practice; (3) rearrangement of certain rules to improve 
their context; and (4) clarification of the requirements of the 
rules of practice. 


The title, description and respondent description of each of the 
information collections are shown below with an estimate of 
each of the annual reporting burdens. The collections of infor- 
mation in this Final Rule have been reviewed and approved 
by OMB under the following control numbers: 0651-0016, 
0651-0021, 0651-0022, 0651-0027, 0651-0031, 0651-0032, 
0651-0033, 0651-0034, 0651-0035, and 0651-0037. Included 
in each estimate is the time for reviewing instructions, gathering 
and maintaining the data needed, and completing and reviewing 
the collection of information. 


Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
control number. 


OMB Number: 0651-0016. 

Title: Rules for Patent Maintenance Fees. 

Form Numbers: PTO/SB/45/46/47/65/66. 

Type of Review: Approved through July of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 
Estimated Number of Respondents: 273,800. 

Estimated Time Per Response: 0.08 hour. 

Estimated Total Annual Burden Hours: 22,640 hours. 

Needs and Uses: Maintenance fees are required to maintain 
a patent, except for design or plant patents, in force under 35 
U.S.C. 41(b). Payment of maintenance fees are required at 3 
1/2, 7 1/2 and 11 1/2 years after the grant of the patent. A 
patent number and application number of the patent on which 
maintenance fees are paid are required in order to ensure proper 
crediting of such payments. 


OMB Number: 0651-0021. 

Title: Patent Cooperation Treaty. 

Form Numbers: PCT/RO/101, ANNEX/134/144, PTO-1382, 
PCT/IPEA/401, PCT/IB/328. 

Type of Review: Approved through May of 2000. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Federal Agencies or Employees, Not-for-Profit 
Institutions, Smal] Businesses or Organizations. 

Estimated Number of Respondents: 102,950. 

Estimated Time Per Response: 0.9538 hour. 

Estimated Total Annual Burden Hours: 98,195 hours. 

Needs and Uses: The information collected is required by the 
Patent CooperationTreaty (PCT). The general purpose of the 
PCT is to simplify the filing of patent applications on the same 
invention in different countries. It provides for a centralized 
filing procedure anda standardized application format. 


OMB Number: 0651-0022. 

Title: Deposit of Biological Materials for Patent Purposes. 
Form Numbers: None. 

Type of Review: Approved through December of 1997. 
Affected Public: Individuals or Households, State or Local 
Governments, Farms, Business or Other For-Profit, Federal 
Agencies or Employees, Not-for-Profit Institutions, Small Busi- 
nesses or Organizations. 

Estimated Number of Respondents: 3,325. 

Estimated Time Per Response: 1.0 hour. 

Estimated Total Annual Burden Hours: 3,325 hours. 

Needs and Uses: Information on depositing of biological mate- 
rials in depositories is required for (1) Office determination of 
compliance with the patent statute where the invention sought 
to be patented relies on biological material subject to deposit 
requirement, which includes notifying interested members of 
the public where to obtain samples of deposits, and (2) deposi- 
tories desiring to be recognized as suitable by the Office. 
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OMB Number: 0651-0027. 
Title: Changes in Patent and Trademark Assignment Practices. 
Form Numbers: PTO-1618 and PTO-1619, PTO/SB/15/41. 
Type of Review: Approved through September of 1998. 
Affected Public: Individuals or Households and Businesses or 
Other For-Profit. 

Estimated Number of Respondents: 170,000. 

Estimated Time Per Response: 0.57 hour. 

Estimated Total Annual Burden Hours: 97,000 hours. 

Needs and Uses: The Office records about 170,000 assignments 
or documents related to ownership of patent and trademark 
cases each year. The Office requires a cover sheet to expedite 
the processing of these documents and to ensure that they are 
properly recorded. 


OMB Number: 0651-0031. 

Title: Patent Processing (Updating). 

Form Numbers: PTO/SB/08-12/21-26/3 1/32/42/43/6 1-64/67- 
69/9 1-93/96/97. 

Type of Review: Approved through October of 1999. 
Affected Public: Individuals or Households, Business or Other 
For-Profit Institutions, Not-for-Profit Institutions and Federal 
Government. 

Estimated Number of Respondents: 1,690,690. 

Estimated Time Per Response: 0.361 hours. 

Estimated Total Annual Burden Hours: 644,844 hours. 
Needs and Uses: During the processing for an application for 
a patent, the applicant/agent may be required or desire to submit 
additional information to the Office concerning the examination 
of a specific application. The specific information required 
or which may be submitted includes: Information Disclosure 
Statements; Terminal Disclaimers; Petitions to Revive; Express 
Abandonments; Appeal Notices; Small Entity; Petitions for 
Access; Powers to Inspect; Certificates of Mailing; Certificates 
under § 3.73(b); Amendments, Petitions and their Transmittal 
Letters; and Deposit Account Order Forms. 


OMB Number: 0651-0032. 

Title: Initial Patent Application. 

Form Number: PTO/SB/01-07/17-20/101-109. 

Type of Review: Approved through September of 1998. 
Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 
Estimated Number of Respondents: 243,100. 

Estimated Time Per Response: 7.88 hours. 

Estimated Total Annual Burden Hours: 1,915,500 hours. 
Needs and Uses: The purpose of this information collection 
is to permit the Office to determine whether an application 
meets the criteria set forth in the patent statute and regulations. 
The standard Fee Transmittal form, New Utility Patent Applica- 
tion Transmittalform, New Design Patent Application Trans- 
mittal form, New Plant Patent Application Transmittal form, 
Plant Color Coding Sheet, Declaration, and Plant Patent Appli- 
cation Declaration will assist applicants in complying with the 
requirements of the patent statute and regulations, and will 
further assist the Office in processing and examination of the 
application. 


OMB Number: 0651-0033. 

Title: Post Allowance and Refiling. 

Form Numbers: PTO/SB/13/14/44/50-57; PTOL-85b. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 
Estimated Number of Respondents: 135,190. 

Estimated Time Per Response: 0.325 hour. 

Estimated Total Annual Burden Hours: 43,893 hours. 

Needs and Uses: This collection of information is required to 
administer the patent laws pursuant to title 35, U.S.C., con- 
cerning the issuance of patents and related actions including 
correcting errors in printed patents, refiling of patent applica- 
tions, requesting reexamination of a patent, and requesting a 
reissue patent to correct an error in a patent. The affected public 
includes any individual or institution whose application for a 
patent has been allowed or who takes action as covered by the 
applicable rules. 


OMB Number: 0651-0034. 

Title: Secrecy/License to Export. 

Form Numbers: None. 

Type of Review: Approved through January of 1998. 
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Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 2,156. 

Estimated Time Per Response: 0.5 hour. 

Estimated Total Annual Burden Hours: 1,129 hours. 

Needs and Uses: In the interest of national security, patent 
laws and regulations place certain limitations on the disclosure 
of information contained in patents and patent applications and 
on the filing of applications for patent in foreign countries. 


OMB Number: 0651-0035. 

Title: Address-Affecting Provisions. 

Form Numbers: PTO/SB/82/83. 

Type of Review: Approved through June of 1999. 

Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 44,850. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 8,970 hours. 

Needs and Uses: Under existing law, a patent applicant or 
assignee may appoint, revoke or change a representative to act 
in a representative capacity. Also, an appointed representative 
may withdraw from acting in a representative capacity. This 
collection includes the information needed to ensure that Office 
correspondence reaches the appropriate individual. 


OMB Number: 0651-0037. 

Title: Provisional Applications. 

Form Numbers: PTO/SB/16. 

Type of Review: Approved through January of 1998. 
Affected Public: Individuals or Households, Business or Other 
For-Profit, Not-for-Profit Institutions and Federal Government. 

Estimated Number of Respondents: 6,000. 

Estimated Time Per Response: 0.2 hour. 

Estimated Total Annual Burden Hours: 1,200 hours. 

Needs and Uses: The information included on the provisional 
application cover sheet is needed by the Office to identify the 
submission as a provisional application and not some other kind 
of submission, to promptly and properly process the provisional 
application, to prepare the provisional application filing receipt 
which is sent to the applicant, and to identify those provisional 
applications which must be reviewed by the Office for foreign 
filing licenses. 


As required by the Paperwork Reduction Act of 1995 (44 
U.S.C. 3507(d)), the Office has submitted a copy of this Final 
Rule to OMB for its review of these information collections. 
Interested persons are requested to send comments regarding 
these information collections, including suggestions for 
reducing this burden, to the Office of Information and Regula- 
tory Affairs of OMB, New Executive Office Bldg., 725 17th 
St. NW, rm. 10235, Washington, DC 20503, Attn: Desk Officer 
for the Patent and Trademark Office. 


Other Considerations. 


This Final Rule is in conformity with the requirements of the 
Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612 (October 26, 1987), and the Paperwork Reduction 
Act of 1995 (44 U.S.C. 3501 et seq.). Ithas been determined that 
this rulemaking is not significant for the purposes of Executive 
Order 12866 (September 30, 1993). 


The Assistant General Counsel for Legislation and Regulation 
of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration that this 
Final Rule would not have a significant impact on a substantial 
number of small entities (Regulatory Flexibility Act, 5 U.S.C. 
605(b)). The principal impact of this Final Rule is: (1) elimina- 
tion of unnecessary rules of practice; (2) simplification or elimi- 
nation of certain requirements of the rules of practice; (3) 
rearrangement of certain rules to improve their context; and 
(4) clarification of the requirements of the rules of practice. 


The Office has determined that this Final Rule has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 
37 CFR Part 1 
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Administrative practice and procedure, Courts, Freedom of 
Information, Inventions and patents, Reporting and record 
keeping requirements, Small Businesses. 


37 CFR Part 3 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 5 
Classified information, foreign relations, inventions and 
patents. 


37 CFR Part 7 
Administrative practice and procedure, Inventions and patents, 
Reporting and record keeping requirements. 


37 CFR Part 10 
Administrative practice and procedure, Inventions and patents, 
Lawyers, Reporting and record keeping requirements. 


For the reasons set forth in the preamble, 37 CFR Parts 1, 3, 
5, 7 and 10 are amended as follows: 


PART 1 - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.4 is amended by revising paragraph (d) and by 
adding paragraph (g) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 


** * *K * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must either: 


(i) Be an original, that is, have an original signature personally 
signed in permanent ink by that person; or 


(ii) Be a direct or indirect copy, such as a photocopy or 
facsimile transmission(§ 1.6(d)), of an original. In the event 
that a copy of the original is filed, the original should be retained 
as evidence of authenticity. If a question of authenticity arises, 
the Patent and Trademark Office may require submission of 
the original. 


(2) The presentation to the Office (whether by signing, filing, 
submitting, or later advocating) of any paper by a party, whether 
a practitioner or non-practitioner, constitutes a certification 
under § 10.18(b) of this chapter. Violations of § 10.18(b)(2) 
of this chapter by a party, whether a practitioner or non-prac- 
titioner, may result in the imposition of sanctions under § 
10.18(c) of this chapter. Any practitioner violating § 10.18(b) 
may also be subject to disciplinary action. See §§ 10.18(d) and 
10.23(c)(15). 


** * *K * 


(g) An applicant who has not made of record a registered 
attorney or agent may be required to state whether assistance 
was received in the preparation or prosecution of the patent 
application, for which any compensation or consideration was 
given or charged, and if so, to disclose the name or names of 
the person or persons providing such assistance. Assistance 
includes the preparation for the applicant of the specification 
and amendments or other papers to be filed in the Patent and 
Trademark Office, as well as other assistance in such matters, 
but does not include merely making drawings by draftsmen or 
stenographic services in typing papers. 


3. Section 1.6 is amended by revising paragraphs (d)(3), (d)(6), 
and (e) and adding paragraph (f) to read as follows: 


§ 1.6 Receipt of correspondence. 


* * * * * 


(d) * * * 
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(3) Correspondence which cannot receive the benefit of 
the certificate of mailing or transmission as specified in § 
1.8(a)(2)(i)(A) through (D) and (F), § 1.8(a)(2)(ii)(A), and § 
1.8(a)(2)(ii)(A), except that a continued prosecution applica- 
tion under § 1.53(d) may be transmitted to the Office by fac- 
simile; 


* * * 


(6) Correspondence to be filed in a patent application subject 
to a secrecy order under §§ 5.1 through 5.5 of this chapter and 
directly related to the secrecy order content of the application; 


** KK * 


(e) Interruptions in U.S. Postal Service. If interruptions or 
emergencies in the United States Postal Service which have 
been so designated by the Commissioner occur, the Patent and 
Trademark Office will consider as filed on a particular date in 
the Office any correspondence which is: 


(1) Promptly filed after the ending of the designated interrup- 
tion or emergency; and 


(2) Accompanied by a statement indicating that such corre- 
spondence would have been filed on that particular date if it 
were not for the designated interruption or emergency in the 
United States Postal Service. 


(f) Facsimile transmission of a patent application under § 
1.53(d). In the event that the Office has no evidence of receipt 
of an application under § 1.53(d) (a continued prosecution 
application) transmitted to the Office by facsimile transmission, 
the party who transmitted the application under § 1.53(d) may 
petition the Commissioner to accord the application under § 
1.53(d) a filing date as of the date the application under § 
1.53(d) is shown to have been transmitted to and received in 
the Office, 


(1) Provided that the party who transmitted such application 
under § 1.53(d): 


(i) Informs the Office of the previous transmission of the 
application under § 1.53(d) promptly after becoming aware 
that the Office has no evidence of receipt of the application 
under § 1.53(d); 


(ii) Supplies an additional copy of the previously transmitted 
application under § 1.53(d); and 


(iii) Includes a statement which attests on a personal know!l- 
edge basis or to the satisfaction of the Commissioner to the 
previous transmission of the application under § 1.53(d) and is 
accompanied by a copy of the sending unit’s report confirming 
transmission of the application under § 1.53(d) or evidence 
that came into being after the complete transmission and within 
one business day of the complete transmission of the application 
under § 1.53(d). 


(2) The Office may require additional evidence to determine 
if the application under § 1.53(d) was transmitted to and 
received in the Office on the date in question. 


4. Section 1.8 is amended by revising paragraphs (a)(2)(i)(A) 
and (b) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 
(a) ** * 
(2) * * * 


(i) * * * 


(A) The filing of a national patent application specification and 
drawing or other correspondence for the purpose of obtaining an 
application filing date, including a request for a continued 
prosecution application under § 1.53(d); 


xk eK * 


(b) In the event that correspondence is considered timely filed 
by being mailed or transmitted in accordance with paragraph (a) 
of this section, but not received in the Patent and Trademark 
Office, and the application is held to be abandoned or the 
proceeding is dismissed, terminated, or decided with prejudice, 
the correspondence will be considered timely if the party who 
forwarded such correspondence: 
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(1) Informs the Office of the previous mailing or transmission 
of the correspondence promptly after becoming aware that the 
Office has no evidence of receipt of the correspondence; 

(2) Supplies an additional copy of the previously mailed or 
transmitted correspondence and certificate; and 

(3) Includes a statement which attests on a personal knowledge 
basis or to the satisfaction of the Commissioner to the previous 
timely mailing or transmission. If the correspondence was sent 
by facsimile transmission, a copy of the sending unit’s report 
confirming transmission may be used to support this statement. 


KKK KK 


5. Section 1.9 is amended by revising paragraphs (d) and (f) 
to read as follows: 
§ 1.9 Definitions. 


** KK * 


(d) A small business concern as used in this chapter means 
any business concern meeting the size standards set forth in 
13 CFR Part 121 to be eligible for reduced patent fees. Ques- 
tions related to size standards for a small business concern may 
be directed to: Small Business Administration, Size Standards 
Staff, 409 Third Street, SW, Washington, DC 20416. 


KKKKX 
(f) A small entity as used in this chapter means an independent 


inventor, a small business concern, or a non-profit organization 
eligible for reduced patent fees. 


xe KK *K 

6. Section 1.10 is amended by revising paragraphs (d) and (e) 
to read as follows: 

§ 1.10 Filing of correspondence by “Express Mail.” 


* * KK * 


(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 


Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 


(2) The number of the “Express Mail” mailing label was placed 
on the paper(s) orfee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; and 


(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in the 
“Express Mail Post Office to Addressee” service prior to the 
last scheduled pickup for that day. Any showing pursuant to 
this paragraph must be corroborated by evidence from the USPS 
or that came into being after deposit and within one business 
day of the deposit of the correspondence in the “Express Mail 
Post Office to Addressee” service of the USPS. 


(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 


(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 


(2) The number of the “Express Mail!” mailing label was placed 
on the paper(s) or fee(s) that constitute the correspondence prior 
to the original mailing by “Express Mail”; 


(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
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the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in the “Express Mail Post Office 
to Addressee” service prior to the last scheduled pickup for 
that day; and 


(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returmed postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence, original “Express Mail” mailing label, returned postcard 
receipt, and official notation entered by the USPS. 


xe KK * 


7. Section 1.11 is amended by revising paragraph (b) to read 
as follows: 


§ 1.11 Files open to the public. 


** KK * 


(b) All reissue applications, all applications in which the 
Office has accepted a request to open the complete application 
to inspection by the public, and related papers in the application 
file, are open to inspection by the public, and copies may be 
furnished upon paying the fee therefor. The filing of reissue 
applications, other than continued prosecution applications 
under § 1.53(d) of reissue applications, will be announced in 
the Official Gazette. The announcement shall include at least 
the filing date, reissue application and original patent numbers, 
title, class and subclass, name of the inventor, name of the 
owner of record, name of the attorney or agent of record, and 
examining group to which the reissue application is assigned. 


**e KK * 


8. Section 1.14 is amended by revising paragraph (a) and adding 
a new paragraph (f) to read as follows: 


§ 1.14 Patent applications preserved in confidence. 


(a) Patent applications are generally preserved in confidence 
pursuant to 35 U.S.C. 122. No information will be given con- 
cerning the filing, pendency, or subject matter of any application 
for patent, and no access will be given to, or copies furnished 
of, any applicationor papers relating thereto, except as set forth 
in this section. 


(1) Status information includes information such as whether 
the application is pending, abandoned, or patented, as well as 
the application number and filing date (or international filing 
date or date of entry into the national stage). 


(i) Status information concerning an application may be 
supplied: 


(A) When copies of, or access to, the application may be 
provided pursuant to paragraph (a)(3) of this section; 


(B) When the application is identified by application number 
or serial number and filing date in a published patent document 
or in a U.S. application open to public inspection; or 


(C) When the application is the national stage of an interna- 
tional application in which the United States of America has 
been indicated as a Designated State. 


(ii) Status information concerning an application may also 
be supplied when the application claims the benefit of the filing 
date of an application for which status information may be 
provided pursuant to paragraph (a)(1)(i) of this section. 


(2) Copies of an application-as-filed may be provided to any 
person, upon written request accompanied by the fee set forth 
in § 1.19(b)(1), without notice to the applicant, if the application 
is incorporated by reference in a U.S. patent. 
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(3) Copies of (upon payment of the fee set forth in § 
1.19(b)(2)), and access to, an application file wrapper and 
contents may be provided to any person, upon written request, 
without notice to the applicant, when the application file is 
available and: 


(i) It has been determined by the Commissioner to be necessary 
for the proper conduct of business before the Office or war- 
ranted by other special circumstances; 


(ii) The application is open to the public as provided in § 
1.11(b); 


(iii) Written authority in that application from the applicant, 
the assignee of the application, or the attorney or agent of 
record has been granted; or 


(iv) The application is abandoned, but not if the application 
is in the file jacket of a pending application under § 1.53(d), 
and is: 


(A) Referred to in a U.S. patent; 
(B) Referred to in a U.S. application open to public inspection; 


(C) An application which claims the benefit of the filing 
date of a U.S. application open to public inspection; or 


(D) An application in which the applicant has filed an authori- 
zation to lay open the complete application to the public. 


** * * * 


(f) Information as to the filing of an application will be 
published in the Official Gazette in accordance with § 1.47(a) 
and (b). 


9. Section 1.16 is amended by revising paragraphs (d) and (1) 
and adding new paragraphs (m) and (n) to read as follows: 
§ 1.16 National application filing fees. 


* * * * * 


(d) In addition to the basic filing fee in an original application, 


except provisional applications, if the application contains, or 
is amended to contain, a multiple dependent claim(s), per appli- 
cation: 


Rhy me eamnelll canta, CG 1. DUD) a i isiecscnccesecescsvsvoseessess 135.00 
By other than & small catity.................<.00-<ssncescessosseseeven 270.00 


** KK * 


(1) Surcharge for filing the basic filing fee or cover sheet (§ 
1.51(c)(1)) on a date later than the filing date of the provisional 
application: 

ee 8 Ee) Rae Mee = 2 


By other than a small entity 50.00 


(m) If the additional fees required by paragraphs (b), (c), (d), 
(i) and (j) of this section are not paid on filing or on later 
presentation of the claims for which the additional fees are 
due, they must be paid or the claims must be cancelled by 
amendment, prior to the expiration of the time period set for 
reply by the Office in any notice of fee deficiency. 


(n) See §§ 1.445, 1.482, and 1.495 for international application 
filing and processing fees. 


10. Section 1.17 is amended by removing and reserving para- 
graphs (e) through (g) and revising paragraphs (a) through (d), 
(h), (i) and (q) to read as follows: 
§ 1.17 Patent application processing fees. 

(a) Extension fees pursuant to § 1.136(a): 

(1) For reply within first month: 
By a small entity (§ 1.9(f)) ........:.sceccceseseeeeee Seen ee $55.00 


By other than a small entity 110.00 
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(2) For reply within second month: 
ey LS RA | ; | eee 200.00 


By other than a small entity 


(3) For reply within third month: 


By a small entity (§ 1.9(f)) 475.00 


By other than a arial Catity.............c.sceccersevessesrsneveseveree 950.00 


(4) For reply within fourth month: 
By a small entity (§ 1.9(f)) 


By other than a small entity........0.........escecsceseeseeseees 1,510.00 


(5) For reply within fifth month: 
By 8 Bee CORE Gh 1 DUD)... 2205s ceccerencessvsveeveneessens 1,030.00 


By other than a small entity 


(b) For filing a notice of appeal from the examiner to the 
Board of Patent Appeals and Interferences: 


GERI I 0 I vvciseccesseciceerenncsscnzivecnevevionts 155.00 


By other than a small entity.......0...0.0....ccecceseeeeeeeeeee 3 10,00 


(c) In addition to the fee for filing a notice of appeal, for 
filing a brief in support of an appeal: 
By a small entity (§ 1.9(f)) 
By other than a small entity 

(d) For filing a request for an oral hearing before the Board 


of Patent Appeals and Interferences in an appeal under 35 
U.S.C. 134: 


ee ED | |) eee nee E Oe 135.00 


By other Giana small cmtity.....................0.-csccccsessnvesees 270.00 


(e) [Reserved] 
(f) [Reserved] 
(g) [Reserved] 


(h) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph................... 130.00 


§ 1.182 - for decision on a question not specifically provided 
for. 

§ 1.183 - to suspend the rules. 

§ 1.295 - for review of refusal to publish a statutory invention 
registration. 


§ 1.377 - for review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of a 
patent. 


§ 1.378(e) - for reconsideration of decision on petition refusing 
to accept delayed payment of maintenance fee in an expired 
patent. 


§ 1.644(e) - for petition in an interference. 


§ 1.644(f) - for request for reconsideration of a decision on 
petition in an interference. 


§ 1.666(c) - for late filing of interference settlement agreement. 
§ 5.12 - for expedited handling of a foreign filing license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 


(i) For filing a petition to the Commissioner under a section 





1232 OG 582 
(203) 


listed below which refers to this paragraph................... 130.00 


§ 1.12 
§ 1.14 - for access to an application. 


- for access to an assignment record. 


§ 1.41 - to supply the name or names of the inventor or 
inventors after the filing date without an oath or declaration 
as prescribed by § 1.63, except in provisional applications. 


§ 1.47 - for filing by other than all the inventors or a person 
not the inventor. 


§ 1.48 - for correction of inventorship, except in provisional 
applications. 


§ 1.53 - to accord a filing date, except in provisional applica- 
tions. 


§ 1.55 - for entry of late priority papers. 

§ 1.59 - for expungement and return of information. 

§ 1.84 - for accepting color drawings or photographs. 

§ 1.91 - for entry of a model or exhibit. 

§ 1.97(d) - to consider an information disclosure statement. 
§ 1.102 - to make an application special. 

§ 1.103 - to suspend action in application. 

§ 1.177 - for divisional reissues to issue separately. 

§ 1.312 - for amendment after payment of issue fee. 

§ 1.313 - to withdraw an application from issue. 

§ 1.314 - to defer issuance of a patent. 

§ 1.666(b) - for access to an interference settlement agreement. 


§ 3.81 - for a patent to issue to assignee, assignment submitted 
after payment of the issue fee. 
x*eK KK 


(q) For filing a petition to the Commissioner under a section 
listed below which refers to this paragraph 


§ 1.41 - to supply the names or names of the inventor or 
inventors after the filing date without a cover sheet as prescribed 
by § 1.51(c)(1) in a provisional application. 


§ 1.48 - for correction of inventorship in a provisional applica- 
tion. 

§ 1.53 - to accord a provisional application a filing date or to 
convert a nonprovisional application filed under § 1.53(b) to 
a provisional application under § 1.53(c). 


**e KK * 


11. Section 1.21 is amended by revising paragraphs (1) and (n) 
to read as follows: 


§ 1.21 Miscellaneous fees and charges. 
** * * * 


(1) For processing and retaining any application abandoned 
pursuant to § 1.53(f), unless the required basic filing bo (§ 
1.16) has been paid 130. 


** * *K * 


(n) For handling an application in which proceedings are 
terminated pursuant to § 1.53(e) 30. 


* * KK * 


12. Section 1.26 is amended by revising paragraph (a) to read 
as follows: 


§ 1.26 Refunds. 


(a) Any fee paid by actual mistake or in excess of that 
required will be refunded, but a mere change of purpose after 
the payment of money, as when a party desires to withdraw 
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an application, an appeal, or a request for oral hearing, will 
not entitle a party to demand such a return. Amounts of twenty- 
five dollars o1 less will not be returned unless specifically 
requested within a reasonable time, nor will the payer be noti- 
fied of such amounts; amounts over twenty-five dollars may 
be returned by check or, if requested, by credit to a deposit 
account. 


x**e KK * 


13. Section 1.27 is revised to read as follows: 
§ 1.27 Statement of status as small entity. 


(a) Any person seeking to establish status as a small entity 
(§ 1.9(f) of this part) for purposes of paying fees in an applica- 
tion or a patent must file a statement in the application or patent 
prior to or with the first fee paid as a small entity. Such a 
statement need only be filed once in an application or patent 
and remains in effect until changed. 


(b) When establishing status as a small entity pursuant to 
paragraph (a) of this section, any statement filed on behalf of 
an independent inventor must be signed by the independent 
inventor except as provided in § 1.42, § 1.43, or § 1.47 of this 
part and must state that the inventor qualifies as an independent 
inventor in accordance with § 1.9(c) of this part. Where there 
are joint inventors in an application, each inventor must file a 
statement establishing status as an independent inventor in 
order to qualify as a small entity. Where any rights have been 
assigned, granted, conveyed, or licensed, or there is an obliga- 
tion to assign, grant, convey, or license, any rights to a small 
business concern, a nonprofit organization, or any other indi- 
vidual, a statement must be filed by the individual, the owner 
of the small business concern, or an official of the small business 
concern or nonprofit organization empowered to act on behalf 
of the small business concern or nonprofit organization identi- 
fying their status. For purposes of a statement under this para- 
graph, a license to a Federal agency resulting from a funding 
agreement with that agency pursuant to 35 U.S.C. 202(c)(4) 
does not constitute a license as set forth in § 1.9 of this part. 


(c)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a small business concern must: 


(i)Be signed by the owner or an official of the small business 
concern empowered to act on behalf of the concern; 


(ii) State that the concern qualifies as a small business concern 
as defined in § 1.9(d); and 


(iii) State that the exclusive rights to the invention have been 
conveyed to and remain with the small business concern or, if 
the rights are not exclusive, that all other rights belong to small 
entities as defined in § 1.9. 


(2) Where the rights of the small business concern as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency resulting from a funding agreement with that 
agency pursuant to 35 U.S.C. 202(c)(4) does not constitute a 
license as set forth in § 1.9 of this part. 


(d)(1) Any statement filed pursuant to paragraph (a) of this 
section on behalf of a nonprofit organization must: 


(i) Be signed by an official of the nonprofit organization 
empowered to act on behalf of the organization; 


(ii) State that the organization qualifies as a nonprofit organi- 
zation as defined in § 1.9(e) of this part specifying under which 
one of § 1.9(e)(1), (2), (3), or (4) of this part the organization 
qualifies; and 


(iii) State that exclusive rights to the invention have been 
conveyed to and remain with the organization or if the rights 
are not exclusive that all other rights belong to small entities 
as defined in § 1.9 of this part. 


(2) Where the rights of the nonprofit organization as a small 
entity are not exclusive, a statement must also be filed by the 
other small entities having rights stating their status as such. 
For purposes of a statement under this paragraph, a license to 
a Federal agency pursuant to 35 U.S.C. 202(c)(4) does not 
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constitute a conveyance of rights as set forth in this paragraph. 


14. Section 1.28 is amended by revising paragraphs (a) and 
(c) to read as follows: 


§ 1.28 Effect on fees of failure to establish status, or change 
status, as a small entity. 


(a)(1) The failure to establish status as a small entity (§§ 
1.9(f) and 1.27 of this part) in any application or patent prior 
to paying, or at the time of paying, any fee precludes payment 
of the fee in the amount established for small entities. A refund 
pursuant to § 1.26 of this part, based on establishment of small 
entity status, of a portion of fees timely paid infull prior to 
establishing status as a small entity may only be obtained if a 
statement under § 1.27 and a request for a refund of the excess 
amount are filed within two months of the date of the timely 
payment of the full fee. The two-month time period is not 
extendable under § 1.136. Status as a small entity is waived 
for any fee by the failure to establish the status prior to paying, 
at the time of paying, or within two months of the date of 
payment of, the fee. 


(2) Status as a small entity must be specifically established 
in each application or patent in which the status is available 
and desired. Status as a small entity in one application or 
patent does not affect any other application or patent, including 
applications or patents which are directly or indirectly depen- 
dent upon the application or patent in which the status has been 
established. The refiling of an application under § 1.53 as 
a continuation, division, or continuation-in-part (including a 
continued prosecution application under § 1.53(d)), or the filing 
of a reissue application requires a new determination as to 
continued entitlement to small entity status for the continuing 
or reissue application. A nonprovisional application claiming 
benefit under 35 U.S.C. 119(e), 120, 121, or 365(c) of a prior 
application, or a reissue application may rely on a statement 
filed in the prior application or in the patent if the nonprovisional 
application or the reissue application includes a reference to 
the statement in the prior application or in the patent or includes 


a copy of the statement in the prior application or in the patent 
and status as a small entity is still proper and desired. The 
payment of the small entity basic statutory filing fee will be 
treated as such a reference for purposes of this section. 


(3) Once status as a small entity has been established in an 
application or patent, the status remains in that application or 
patent without the filing of a further statement pursuant to § 
1.27 of this part unless the Office is notified of a change in 
status. 


xk KK * 


(c) If status as a small entity is established in good faith, and 
fees as a small entity are paid in good faith, in any application or 
patent, and it is later discovered that such status as a small 
entity was established in error or that through error the Office 
was not notified of a change in status as required by paragraph 
(b) of this section, the error will be excused upon payment of 
the deficiency between the amount paid and the amount due. 
The deficiency is based on the amount of the fee, for other 
than a small entity, in effect at the time the deficiency is paid 
in full. 


*x* eK * * 


15. Section 1.33 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.33 Correspondence address respecting patent applica- 
tions, reexamination proceedings, and other proceedings. 


(a) The applicant, the assignee(s) of the entire interest (see 
§§ 3.71 and 3.73) or an attorney or agent of record (see § 
1.34(b)) may specify a correspondence address to which com- 
munications about the application are to be directed. All notices, 
official letters, and other communications in the application 
will be directed to the correspondence address or, if no such 
correspondence address is specified, to an attorney or agent of 
record (see § 1.34(b)), or, if no attorney or agent is of record, 
to the applicant, so long as a post office address has been 
furnished in the application. Double correspondence with an 
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applicant and an attorney or agent, or with more than one 
attorney or agent, will not be undertaken. If more than one 
attorney or agent is made of record and a correspondence 
address has not been specified, correspondence will be held 
with the one last made of record. 


(b) Amendments and other papers filed in the application 
must be signed by: 


(1) An attorney or agent of record appointed in compliance 
with § 1.34(b); 


(2) A registered attorney or agent not of record who acts in 
a representative capacity under the provisions of § 1.34(a); 


(3) The assignee of record of the entire interest, if there is 
an assignee of record of the entire interest; 


(4) An assignee of record of an undivided part interest, and 
any assignee(s) of the remaining interest and any applicant 
retaining an interest, if there is an assignee of record of an 
undivided part interest; or 


(5) All of the applicants (§§ 1.42, 1.43 and 1.47) for patent, 
unless there is an assignee of record of the entire interest and 
such assignee has taken action in the application in accordance 
with §§ 3.71 and 3.73. 


xk KK * 


16. Section 1.41 is amended by revising paragraph (a) to read 
as follows: 


§ 1.41 Applicant for patent. 


(a) A patent is applied for in the name or names of the actual 
inventor or inventors. 


(1) The inventorship of a nonprovisional application is that 
inventorship set forth in the oath or declaration as prescribed 
by § 1.63, except as provided for in § 1.53(d)(4) and§ 1.63(d). 
If an oath or declaration as prescribed by § 1.63 is not filed 
during the pendency of a nonprovisional application, the inven- 
torship is that inventorship set forth in the application papers 
filed pursuant to § 1.53(b), unless a petition under this paragraph 
accompanied by the fee set forth in § 1.17(i) is filed supplying 
or changing the name or names of the inventor or inventors. 


(2) The inventorship of a provisional application is that 
inventorship set forth in the cover sheet as prescribed by § 
1.51(c)(1). If a cover sheet as prescribed by § 1.51(c)(1) is not 
filed during the pendency of a provisional application, the 
inventorship is that inventorship set forth in the application 
papers filed pursuant to § 1.53(c), unless a petition under this 
paragraph accompanied by the fee set forth in § 1.17(q) is filed 
supplying or changing the name or names of the inventor or 
inventors. 


(3) In a nonprovisional application filed without an oath or 
declaration as prescribed by § 1.63 or a provisional application 
filed without a cover sheet as prescribed by § 1.51(c)(1), the 
name or names of person or persons believed to be the actual 
inventor or inventors should be provided for identification pur- 
poses when the application papers pursuant to § 1.53(b) or (c) 
are filed. If no name of a person believed to be an actual 
inventor is so provided, the application should include an appli- 
cant identifier consisting of alphanumeric characters. 


** * * * 


17. Section 1.47 is revised to read as follows: 


§ 1.47 Filing when an inventor refuses to sign or cannot be 
reached. 


(a) If a joint inventor refuses to join in an application for 
patent or cannot be found or reached after diligent effort, the 
application may be made by the other inventor on behalf of 
himself or herself and the nonsigning inventor. The oath or 
declaration in such an application must be accompanied by a 
petition including proof of the pertinent facts, the fee set forth 
in § 1.17(i) and the last known address of the nonsigning 
inventor. The Patent and Trademark Office shall, except in a 
continued prosecution application under § 1.53(d), forward 
notice of the filing of the application to the nonsigning inventor 
at said address and publish notice of the filing of the application 
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in the Official Gazette. The nonsigning inventor may subse- 
quently join in the application on filing an oath or declaration 
complying with § 1.63. 


(b) Whenever all of the inventors refuse to execute an 
application for patent, or cannot be found or reached after 
diligent effort, a person to whom an inventor has assigned or 
agreed in writing to assign the invention or who otherwise 
shows sufficient proprietary interest in the matter justifying 
such action may make application for patent on behalf of and 
as agent for all the inventors. The oath or declaration in such 
an application must be accompanied by a petition including 
proof of the pertinent facts, a showing that such action is 
necessary to preserve the rights of the parties or to prevent 
irreparable damage, the fee set forth in § 1.17(i), and the last 
known address of all of the inventors. The Office shall, excep- 
ting a continued prosecution application under § 1.53(d), for- 
ward notice of the filing of the application to all of the inventors 
at the addresses stated in the application and publish notice of 
the filing of the application in the Official Gazette. An inventor 
may subsequently join in the application on filing an oath or 
declaration complying with § 1.63. 


18. Section 1.48 and its heading are revised to read as follows: 


§ 1.48 Correction of inventorship in a patent application, 
other than a reissue application. 


(a) If the inventive entity is set forth in error in an executed 
§ 1.63 oath or declaration in an application, other than a reissue 
application, and such error arose without any deceptive inten- 
tion on the part of the person named as an inventor in error 
or on the part of the person who through error was not named 
as an inventor, the application may be amended to name only the 
actual inventor or inventors. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement from each person being 


added as an inventor and from each person being deleted as 
an inventor that the error in inventorship occurred without 
deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(b) If the correct inventors are named in a nonprovisional 
application, other than are issue application, and the prosecution 
of the application results in the amendment or cancellation of 
claims so that fewer than all of the currently named inventors 
are the actual inventors of the invention being claimed in the 
application, an amendment must be filed deleting the name or 
names of the person or persons who are not inventors of the 
invention being claimed. When the application is involved in 
an interference, the amendment must comply with the require- 
ments of this section and must be accompanied by a motion 
under § 1.634. Such amendment must be accompanied by: 


(1) A petition including a statement identifying each named 
inventor who is being deleted and acknowledging that the inven- 
tor’s invention is no longer being claimed in the application; 
and 


(2) The fee set forth in § 1.17(i). 


(c) If a nonprovisional application, other than a reissue 
application, discloses unclaimed subject matter by an inventor 
or inventors not named in the application, the application may 
be amended to add claims to the subject matter and name the 
correct inventors for the application. When the application is 
involved in an interference, the amendment must comply with 
the requirements of this section and must be accompanied by 
a motion under § 1.634. Such amendment must be accompanied 
by: 


(1) A petition including a statement from each person being 
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added as an inventor that the amendment is necessitated by 
amendment of the claims and that the inventorship error 
occurred without deceptive intention on his or her part; 


(2) An oath or declaration by the actual inventor or inventors 
as required by § 1.63 or as permitted by §§ 1.42, 1.43 or 1.47; 


(3) The fee set forth in § 1.17(i); and 


(4) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(d) If the name or names of an inventor or inventors were 
omitted in a provisional application through error without any 
deceptive intention on the part of the omitted inventor or inven- 
tors, the provisional application may be amended to add the 
name or names of the omitted inventor or inventors. Such 
amendment must be accompanied by: 


(1) A petition including a statement that the inventorship 
error occurred without deceptive intention on the part of the 
omitted inventor or inventors; and 


(2) The fee set forth in § 1.17(q). 


(e) If a person or persons were named as an inventor or 
inventors in a provisional application through error without 
any deceptive intention on the part of such person or persons, 
an amendment may be filed in the provisional application 
deleting the name or names of the person or persons who were 
erroneously named. Such amendment must be accompanied 
by: 

(1) A petition including a statement by the person or persons 
whose name or names are being deleted that the inventorship 
error occurred without deceptive intention on the part of such 
person or persons; 


(2) The fee set forth in § 1.17(q); and 


(3) If an assignment has been executed by any of the original 
named inventors, the written consent of the assignee (see § 
3.73(b)). 


(f)(1) If the correct inventor or inventors are not named on 
filing a nonprovisional application under § 1.53(b) without an 
executed oath or declaration under § 1.63, the later submission 
of an executed oath or declaration under § 1.63 during the 
pendency of the application will act to correct the earlier identi- 
fication of inventorship. 


(2) If the correct inventor or inventors are not named on 
filing a provisional application without a cover sheet under § 
1.51(c)(1), the later submission of a cover sheet under § 
1.51(c)(1) during the pendency of the application will act to 
correct the earlier identification of inventorship. 


(g) The Office may require such other information as may 
be deemed appropriate under the particular circumstances sur- 
rounding the correction of inventorship. 


19. Section 1.51 is revised to read as follows: 


§ 1.51 General requisites of an application. 


(a) Applications for patents must be made to the Commissioner 
of Patents and Trademarks. 


(b) A complete application filed under § 1.53(b) comprises: 


(1) A specification as prescribed by 35 U.S.C. 112, including 
a claim or claims, see §§ 1.71 to 1.77; 


(2) An oath or declaration, see § 1.63 and § 1.68; 
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(c) A complete provisional application filed under § 1.53(c) 
comprises: 


(1) A cover sheet identifying: 
(i) The application as a provisional application, 


(ii) The name or names of the inventor or inventors, (see § 
1.41(a)(2)), 


(iii) The residence of each named inventor, 
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(iv) The title of the invention, 


(v) The name and registration number of the attorney or 
agent (if applicable), 


(vi) The docket number used by the person filing the applica- 
tion to identify the application (if applicable), 


(vii) The correspondence address, and 


(viii) The name of the U.S. Government agency and Govern- 
ment contract number (if the invention was made by an agency 
of the U.S. Government or under a contract with an agency of 
the U.S. Government); 


(2) A specification as prescribed by the first paragraph of 
35 U.S.C. 112, see § 1.71; 


(3) Drawings, when necessary, see §§ 1.81 to 1.85; and 
(4) The prescribed filing fee, see § 1.16. 


(d) Applicants are encouraged to file an information disclosure 
statement in nonprovisional applications. See § 1.97 and § 
1.98. No information disclosure statementmay be filed in a 
provisional application. 


20. Section 1.52 is amended by revising paragraphs (a), (c) 
and (d) to read as follows: 


§ 1.52 Language, paper, writing, margins. 


(a) The application, any amendments or corrections thereto, 
and the oath or declaration must be in the English language 
except as provided for in § 1.69 and paragraph(d) of this section, 
or be accompanied by a translation of the application and a 
translation of any corrections or amendments into the English 
language together with a statement that the translation is accu- 
rate. All papers which are to become a part of the permanent 
records of the Patent and Trademark Office must be legibly 
written either by a typewriter or mechanical printer in perma- 
nent dark ink or its equivalent in portrait orientation on flexible, 
strong, smooth, non-shiny, durable, and white paper. All of the 
application papers must be presented in a form having sufficient 
clarity and contrast between the paper and the writing thereon 
to permit the direct reproduction of readily legible copies in 
any number by use of photographic, electrostatic, photo-offset, 
and microfilming processes and electronic reproduction by use 
of digital imaging and optical character recognition. If the 
papers are not of the required quality, substitute typewritten 
or mechanically printed papers of suitable quality will be 
required. See § 1.125 for filing substitute typewritten or 
mechanically printed papers constituting a substitute specifica- 
tion when required by the Office. 


** * * * 


(c) Any interlineation, erasure, cancellation or other alteration 
of the application papers filed should be made on or before 
the signing of any accompanying oath or declaration pursuant 
to § 1.63 referring to those application papers and should be 
dated and initialed or signed by the applicant on the same sheet 
of paper. Application papers containing alterations made after 
the signing of an oath or declaration referring to those applica- 
tion papers must be supported by a supplemental oath or decla- 
ration under § 1.67(c). After the signing of the oath or 
declaration referring to the application papers, amendments 
may only be made in the manner provided by § 1.121. 

(d) An application may be filed in a language other than 
English. An English translation of the non-English-language 
application, a statement that the translation is accurate, and the 
fee set forth in § 1.17(k) are required to be filed with the 
application or within such time as may be set by the Office. 


21. Section 1.53 is revised to read as follows: 


§ 1.53 Application number, filing date, and completion of 
application. 

(a) Application number. Any papers received in the Patent 
and Trademark Office which purport to be an application for a 


patent will be assigned an application number for identification . 


purposes. 
(b) Application filing requirements - Nonprovisional applica- 
tion. The filing date of an application for patent filed under this 
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section, except for a provisional application under paragraph (c) 
of this section or a continued prosecution application under 
paragraph (d) of this section, is the date on which a specification 
as prescribed by 35 U.S.C. 112 containing a description pur- 
suant to § 1.71 and at least one claim pursuant to § 1.75, and 
any drawing required by § 1.81(a) are filed in the Patent and 
Trademark Office. No new matter may be introduced into an 
application after its filing date. A continuing application, which 
may be a continuation, divisional, or continuation-in-part appli- 
cation, may be filed under the conditions specified in 35 U.S.C. 
120, 121 or 365(c) and § 1.78(a). 


(1) A continuation or divisional application that names as 
inventors the same or fewer than all of the inventors named 
in the prior application may be filed under this paragraph or 
paragraph (d) of this section. 

(2) A continuation-in-part application (which may disclose 
and claim subject matter not disclosed in the prior application) 
or a continuation or divisional application naming an inventor 
not named in the prior application must be filed under this 
paragraph. 

(c) Application filing requirements - Provisional application. 
The filing date of a provisional application is the date on which 
a specification as prescribed by the first paragraph of 35 U.S.C. 
112, and any drawing required by § 1.81(a) are filed in the 
Patent and Trademark Office. No amendment, other than to 
make the provisional application comply with the patent statute 
and all applicable regulations, may be made to the provisional 
application after the filing date of the provisional application. 


(1) A provisional application must also include the cover 
sheet required by § 1.51(c)(1) or a cover letter identifying 
the application as a provisional application. Otherwise, the 
application will be treated as an application filed under para- 
graph (b) of this section. 


(2) An application for patent filed under paragraph (b) of 
this section may be converted to a provisional application and 
be accorded the original filing date of the application filed 
under paragraph (b) of this section, 


(i) Provided that a petition requesting the conversion, with 
the fee set forth in § 1.17(q), is filed prior to the earliest of: 


(A) Abandonment of the application filed under paragraph 
(b) of this section; 


(B) Payment of the issue fee on the application filed under 
paragraph (b) of this section; 


(C) Expiration of twelve months after the filing date of the 
application filed under paragraph (b) of this section; or 


(D) The filing of a request for a statutory invention registration 
under § 1.293 in the application filed under paragraph (b) of 
this section. 

(ii) The grant of any such petition will not entitle applicant 
to a refund of the fees which were properly paid in the applica- 
tion filed under paragraph (b) of this section. 


(3) A provisional application is not entitled to the right of 
priority under 35 U.S.C.119 or 365(a) or § 1.55, or to the 
benefit of an earlier filing date under 35 U.S.C. 120, 121 or 
365(c) or § 1.78 of any other application. No claim for priority 
under § 1.78(a)(3) may be made in a design application based 
on a provisional application. No request under § 1.293 for a 
statutory invention registration may be filed in a provisional 
application. The requirements of §§ 1.821 through 1.825 
regarding application disclosures containing nucleotide and/ 
or amino acid sequences are not mandatory for provisional 
applications. 

(d) Application filing requirements - Continued prosecution 
(nonprovisional) application. 

(1) A continuation or divisional application (but not a continu- 
ation-in-part) of a prior nonprovisional application may be filed 
as a continued prosecution application under this paragraph, 
provided that: 

(i) The prior nonprovisional application is either: 

(A) Complete as defined by § 1.51(b) and filed on or after 
June 8, 1995; or 
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(B) The national stage of an international application in 
compliance with 35 U.S.C. 371 and filed on or after June 8, 
1995; and 


(ii) The application under this paragraph is filed before the 
earliest of: 


(A) Payment of the issue fee on the prior application, unless 
a petition under § 1.313(b)(5) is granted in the prior application; 


(B) Abandonment of the prior application; or 
(C) Termination of proceedings on the prior application. 


(2) The filing date of a continued prosecution application is 
the date on which a request on a separate paper for an application 
under this paragraph is filed. An application filed under this 


paragraph: 
(i) Must identify the prior application; 


(ii) Discloses and claims only subject matter disclosed in 
the prior application; 


(iii) Names as inventors the same inventors named in the 
prior application on the date the application under this paragraph 
was filed, except as provided in paragraph (d)(4) of this section; 


(iv) Includes the request for an application under this para- 
graph, will utilize the file jacket and contents of the prior 
application, including the specification, drawings and oath 
ordeclaration from the prior application, to constitute the new 
application, and will be assigned the application number of the 
prior application for identification purposes; and 


(v) Is a request to expressly abandon the prior application 
as of the filing date of the request for an application under this 


paragraph. 
(3) The filing fee for a continued prosecution application 
filed under this paragraph is: 


(i) The basic filing fee as set forth in § 1.16; and 


(ii) Any additional § 1.16 fee due based onthe number of 
claims remaining in the application after entry ofany amend- 
ment accompanying the request for an application\under this 
paragraph and entry of any amendments under § 1.116 unen- 
tered in the prior application which applicant has requested to 
be entered in the continued prosecution application. 


(4) An application filed under this paragraph may be filed 
by fewer than all the inventors named in the prior application, 
provided that the request for an application under this paragraph 
when filed is accompanied by a statement requesting deletion 
of the name or names of the person or persons who are not 
inventors of the invention being claimed in the new application. 
No person may be named as an inventor in an application filed 
under this paragraph who was not named as an inventor in the 
prior application on the date the application under this paragraph 
was filed, except by way of a petition under § 1.48. 


(5) Any new change must be made in the form of an 
amendment to the prior application as it existed prior to the 
filing of an application under this paragraph. No amendment 
in an application under this paragraph (a continued prosecution 
application) may introduce new matter or matter that would 
have been new matter in the prior application. Any new specifi- 
cation filed with the request for an application under this para- 
graph will not be considered part of the original application 
papers, but will be treated as a substitute specification in accor- 
dance with § 1.125. 


(6) The filing of a continued prosecution application under 
this paragraph will be construed to include a waiver of confiden- 
tiality by the applicant under 35 U.S.C. 122 to the extent that 
any member of the public, who is entitled under the provisions 
of § 1.14 to access to, copies of, or information concerning 
either the prior application or any continuing application filed 
under the provisions of this paragraph, may be given similar 
access to, copies of, or similar information concerning the other 
application or applications in the file jacket. 


(7) A request for an application under this paragraph is the 
specific reference required by 35 U.S.C. 120 to every applica- 
tion assigned the application number identified in such request. 
No amendment in an application under this paragraph may 
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delete this specific reference to any prior application. 


(8) In addition to identifying the application number of the 
prior application, applicant should furnish in the request for 
an application under this paragraph the following information 
relating to the prior application to the best of his or her ability: 


(i) Title of invention; 
(ii) Name of applicant(s); and 
(iii) Correspondence address. 


(9) Envelopes containing only requests and fees for filing 
an application under this paragraph should be marked “Box 
CPA.” Requests for an application under this paragraph filed 
by facsimile transmission should be clearly marked “Box CPA.” 


(e) Failure to meet filing date requirements. 


(1) If an application deposited under paragraph (b), (c), or 
(d) of this section does not meet the requirements of such 
paragraph to be entitled to a filing date, applicant will be so 
notified, if a correspondence address has been provided, and 
given a time period within which to correct the filing error. 


(2) Any request for review of a notification pursuant to 
paragraph (e)(1) of this section, or a notification that the original 
application papers lack a portion of the specification or draw- 
ing(s), must be by way of a petition pursuant to this paragraph. 
Any petition under this paragraph must be accompanied by the 
fee set forth in § 1.17(i) in an application filed under paragraphs 
(b) or (d) of this section, and the fee set forth in § 1.17(q) in 
an application filed under paragraph (c) of this section. In 
the absence of a timely (§ 1.181(f)) petition pursuant to this 
paragraph, the filing date of an application in which the appli- 
cant was notified of a filing error pursuant to paragraph (e)(1) 
of this section will be the date the filing error is corrected. 


(3) If an applicant is notified of a filing error pursuant to 
paragraph (e)(1) of this section, but fails to correct the filing 
error within the given time period or otherwise timely(§ 
1.181(f)) take action pursuant to this paragraph, proceedings 
in the application will be considered terminated. Where pro- 
ceedings in an application are terminated pursuant to this para- 
graph, the application may be disposed of, and any filing fees, 
less the handling fee set forth in § 1.21(n), will be refunded. 


(f) Completion of application subsequent to filing - Nonprovi- 
sional (including continued prosecution) application. If an 
application which has been accorded a filing date pursuant to 
paragraph (b) of this section, including a continuation, divi- 
sional, or continuation-in-part application, does not include the 
appropriate filing fee or an oath or declaration by the applicant 
pursuant to § 1.63 or § 1.175, or, if an application which has 
been accorded a filing date pursuant to paragraph (d) of this 
section does not include the appropriate filing fee, applicant 
will be so notified, if a correspondence address has been pro- 
vided, and given a period of time within which to file the fee, 
oath or declaration, and the surcharge as set forth in § 1.16(e) 
in order to prevent abandonment of the application. See § 
1.63(d) concerning the submission of a copy of the oath or 
declaration from the prior application for a continuation or 
divisional application. If the required filing fee is not timely 
paid, or if the processing and retention fee set forth in § 1.21(1) is 
not paid within one year of the date of mailing of the notification 
required by this paragraph, the application may be disposed 
of. The notification pursuant to this paragraph may be made 
simultaneously with any notification pursuant to paragraph (e) 
of this section. If no correspondence address is included in the 
application, applicant has two months from the filing date to 
file the basic filing fee, the oath or declaration in an application 
under paragraph (b) of this section, and the surcharge as set 
forth in § 1.16(e) in order to prevent abandonment of the 
application; or, if no basic filing fee has been paid, one year 
from the filing date to pay the processing and retention fee set 
forth in § 1.21(1) to prevent disposal of the application. 


(g) Completion of application subsequent to filing - Provi- 
sional application. If a provisional application which has been 
accorded a filing date pursuant to paragraph (c) of this section 
does not include the appropriate filing fee or the cover sheet 
required by § 1.51(c)(1), applicant will be so notified, if a 
correspondence address has been provided, and given a period 





Marcu 21, 2000 


of time within which to file the fee, cover sheet, and the sur- 
charge as set forth in § 1.16(1) in order to prevent abandonment 
of the application. If the required filing fee is not timely paid, 
the application may be disposed of. The notification pursuant 
to this paragraph may be made simultaneously with any notifi- 
cation pursuant to paragraph (e) of this section. If no correspon- 
dence address is included in the application, applicant has two 
months from the filing date to file the basic filing fee, cover 
sheet, and the surcharge as set forth in § 1.16(1) in order to 
prevent abandonment of the application. 


(h) Subsequent treatment of application - Nonprovisional 
(including continued prosecution) application. An application 
for a patent filed under paragraphs (b) or (d) of this section 
will not be placed on the files for examination until all its 
required parts, complying with the rules relating thereto, are 
received, except that certain minor informalities may be waived 
subject to subsequent correction whenever required. 


(i) Subsequent treatment of application - Provisional applica- 
tion. A provisional application for a patent filed under paragraph 
(c) of this section will not be placed on the files for examination 
and will become abandoned no later than twelve months after 
its filing date pursuant to 35 U.S.C. 111(b)(1). 


(j) Filing date of international application. The filing date 
of an international application designating the United States of 
America is treated as the filing date in the United States of 
America under PCT Article 11(3), except as provided in 35 
U.S.C. 102(e). 


22. Section 1.54 is revised to read as follows: 


§ 1.54 Parts of application to be filed together; filing receipt. 


(a) It is desirable that all parts of the complete application 
be deposited in the Office together; otherwise, a letter must 
accompany each part, accurately and clearly connecting it with 
the other parts of the application. See § 1.53(f) and (g) with 
regard to completion of an application. 


(b) Applicant will be informed of the application number 
and filing date by a filing receipt, unless the application is an 
application filed under § 1.53(d). 


23. Section 1.55 is amended by revising paragraph (a) to read 
as follows: 


§ 1.55 Claim for foreign priority. 


(a) An applicant in a nonprovisional application may claim 
the benefit of the filing date of one or more prior foreign 
applications under the conditions specified in 35 U.S.C. 119(a) 
through (d) and 172. The claim to priority need be in no special 
form and may be made by the attorney or agent if the foreign 
application is referred to in the oath or declaration as required 
by § 1.63. The claim for priority and the certified copy of the 
foreign application specified in 35 U.S.C. 119(b) must be filed 
in the case of an interference(§ 1.630), when necessary to 
overcome the date of a reference relied upon by the examiner, 
when specifically required by the examiner, and in all other 
situations, before the patent is granted. If the claim for priority 
or the certified copy of the foreign application is filed after 
the date the issue fee is paid, it must be accompanied by a 
petition requesting entry and by the fee set forth in § 1.17(i). 
If the certified copy is not in the English language, a translation 
need not be filed except in the case of interference; or when 
necessary to overcome the date of a reference relied upon by 
the examiner; or when specifically required by the examiner, 
in which event an English language translation must be filed 
together with a statement that the translation of the certified 
copy is accurate. 


**X KK * 


24. Section 1.59 and its heading are revised to read as follows: 


§ 1.59 Expungement of information or copy of papers in 
application file. 

(a)(1) Information in an application will not be expunged 
and returned, except as provided in paragraph (b) of this section. 
See § 1.618 for return of unauthorized and improper papers in 
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interferences. 


(2) Information forming part of the original disclosure (i.e., 
written specification including the claims, drawings, and any 
preliminary amendment specifically incorporated into an exe- 
cuted oath or declaration under §§ 1.63 and 1.175) will not be 
expunged from the application file. 


(b) Information, other than what is excluded by paragraph 
(a)(2) of this section, maybe requested to be expunged and 
returned to applicant upon petition under this paragraph and 
payment of the petition fee set forth in § 1.17(i). Any petition 
to expunge and return information from an application must 
establish to the satisfaction of the Commissioner that the return 
of the information is appropriate. 


(c) Upon request by an applicant and payment of the fee 
specified in § 1.19(b), the Office will furnish copies of an 
application, unless the application has been disposed of (see § 
1.53(e), (f) and (g)). The Office cannot provide or certify copies 
of an application that has been disposed of. 


25. Section 1.60 is removed and reserved. 


§ 1.60 [Reserved] 
26. Section 1.62 is removed and reserved. 


§ 1.62 [Reserved] 


27. Section 1.63 is amended by revising paragraphs (a) and 
(d) and adding a paragraph (e) to read as follows: 


§ 1.63 Oath or declaration. 


(a) An oath or declaration filed under § 1.51(b)(2) as a part 
of an application must: 


(1) Be executed in accordance with either § 1.66 or § 1.68; 
(2) Identify the specification to which it is directed; 


(3) Identify each inventor by: full name, including the family 
name, and at least one given name without abbreviation together 
with any other given name or initial, and the residence, post 
office address and country of citizenship of each inventor; and 


(4) State whether the inventor is a sole or joint inventor of 
the invention claimed. 
** KK * 


(d)(1) A newly executed oath or declaration is not required 
under § 1.51(b)(2) and § 1.53(f) in a continuation or divisional 
application, provided that: 


(i)The prior nonprovisional application contained an oath or 
declaration as prescribed by paragraphs (a) through (c) of this 
section; 

(ii) The continuation or divisional application was filed by 
all or by fewer than all of the inventors named in the prior 
application; 

(iii) The specification and drawings filed in the continuation 
or divisional application contain no matter that would have 
been new matter in the prior application; and 


(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for the continuation or divisional 
application. 


(2) The copy of the executed oath or declaration submitted 
under this paragraph for a continuation or divisional application 
must be accompanied by a statement requesting the deletion 
of the name or names of the person or persons who are not 
inventors in the continuation or divisional application. 


(3) Where the executed oath or declaration of which a copy 
is submitted for a continuation or divisional application was 
originally filed in a prior application accorded status under § 
1.47, the copy of the executed oath or declaration for such 
prior application must be accompanied by: 


(i) A copy of the decision granting a petition to accord § 
1.47 status to the prior application, unless all inventors or legal 
representatives have filed an oath or declaration to join in an 
application accorded status under § 1.47 of which the continua- 
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tion or divisional application claims a benefit under 35 U.S.C. 
120, 121, or 365(c); and 


(ii) If one or more inventor(s) or legal representative(s) who 
refused to join in the prior application or could not be found 
or reached has subsequently joined in the prior application or 
another application of which the continuation or divisional 
application claims a benefit under 35 U.S.C. 120, 121, or 365(c), 
a copy of the subsequently executed oath(s) or declaration(s) 
filed by the inventor or legal representative to join in the applica- 
tion. 


(4) Where the power of attorney (or authorization of agent) 
or correspondence address was changed during the prosecution 
of the prior application, the change in power of attorney (or 
authorization of agent) or correspondence address must be iden- 
tified in the continuation or divisional application. Otherwise, 
the Office may not recognize in the continuation or divisional 
application the change of power of attorney (or authorization 
of agent) or correspondence address during the prosecution of 
the prior application. 


(5) A newly executed oath or declaration must be filed in 
a continuation or divisional application naming an inventor not 
named in the prior application. 


(e) A newly executed oath or declaration must be filed in 
any continuation-in-part application, which application may 
name all, more, or fewer than all of the inventors named in 
the prior application. The oath or declaration in any continua- 
tion-in-part application mustalso state that the person making 
the oath or declaration acknowledges the duty to disclose to 
the Office all information known to the person to be material 
to patentability as defined in§ 1.56 which became available 
between the filing date of the prior application and the national 
or PCT international filing date of the continuation-in-part 
application. 


28. Section 1.67 is amended by revising paragraph (b) to read 
as follows: 


§ 1.67 Supplemental oath or declaration. 


** KK * 


(b) A supplemental oath or declaration meeting the require- 
ments of § 1.63 must be filed when a claim is presented for 
matter originally shown or described but not substantially 
embraced in the statement of invention or claims originally 
presented or when an oath or declaration submitted in accor- 
dance with § 1.53(f) after the filing of the specification and 
any required drawings specifically and improperly refers to an 
amendment which includes new matter. No new matter may 
be introduced into a nonprovisional application after its filing 
date even if a supplemental oath or declaration is filed. In 
proper situations, the oath or declaration here required may be 
made on information and belief by an applicant other than the 
inventor. 


KKK KK 


29. Section 1.69 is amended by revising paragraph (b) to read 
as follows: 


§ 1.69 Foreign language oaths and declarations. 


x*e KKK 


(b) Unless the text of any oath or declaration in a language 
other than English is a form provided or approved by the Patent 
and Trademark Office, it must be accompanied by an English 
translation together with a statement that the translation is 
accurate, except that in the case of an oath or declaration filed 
under § 1.63, the translation may be filed in the Office no later 
than two months from the date applicant is notified to file the 
translation. 


30. Section 1.78 is amended by revising paragraph (a) to read 
as follows: 


§ 1.78 Claiming benefit of earlier filing date and cross- 
references to other applications. 
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(a)(1) A nonprovisional application may claim an invention 
disclosed in one or more prior filed copending nonprovisional 
applications or copending international applications desig- 
nating the United States of America. In order for a nonprovi- 
sional application to claim the benefit of a prior filed copending 
nonprovisional application or copending international applica- 
tion designating the United States of America, each prior appli- 
cation must name as an inventor at least one inventor named 
in the later filed nonprovisional application and disclose the 
named inventor’s invention claimed in at least one claim of 
the later filed nonprovisional application in the manner provided 
by the first paragraph of 35 U.S.C. 112. In addition, each prior 
application must be: 


(i) An international application entitled to a filing date in 
accordance with PCT Article 11 and designating the United 
States of America; or 


(ii) Complete as set forth in § 1.51(b); or 


(iii) Entitled to a filing date as set forth in § 1.53(b) or § 
1.53(d) and include the basic filing fee set forth in § 1.16; or 


(iv) Entitled to a filing date as set forth in § 1.53(b) and 
have paid therein the processing and retention fee set forth in 
§ 1.21(1) within the time period set forth in § 1.53(f). 


(2) Except for a continued prosecution application filed under 
§ 1.53(d), any nonprovisional application claiming the benefit 
of one or more prior filed copending nonprovisional applica- 
tions or international applications designating the United States 
of America must contain or be amended to contain in the first 
sentence of the specification following the title a reference to 
each such prior application, identifying it by application number 
(consisting of the series code and serial number) or international 
application number and international filing date and indicating 
the relationship of the applications. The request for a continued 
prosecution application under § 1.53(d) is the specific reference 
required by 35 U.S.C. 120 to the prior application. The identifi- 
cation of an application by application number under this sec- 
tion is the specific reference required by 35 U.S.C. 120 to every 
application assigned that application number. Cross-references 
to other related applications may be made when appropriate 
(see § 1.14(a)). 


(3) A nonprovisional application other than for a design 
patent may claim an invention disclosed in one or more prior 
filed copending provisional applications. Since a provisional 
application can be pending for no more than twelve months, 
the last day of pendency may occur on a Saturday, Sunday, or 
Federal holiday within the District of Columbia which for 
copendency would require the nonprovisional application to 
be filed on or prior to the Saturday, Sunday, or Federal holiday. 
In order for a nonprovisional application to claim the benefit 
of one or more prior filed copending provisional applications, 
each prior provisional application must name as an inventor 
at least one inventor named in the later filed nonprovisional 
application and disclose the named inventor’s invention 
claimed in at least one claim of the later filed nonprovisional 
application in the manner provided by the first paragraph of 
35 U.S.C. 112. In addition, each prior provisional application 
must be: 


(i) Complete as set forth in § 1.51(c); or 


(ii) Entitled to a filing date as set forth in § 1.53(c) and 
include the basic filing fee set forth in § 1.16(k). 


(4) Any nonprovisional application claiming the benefit of 
one or more prior filed copending provisional applications must 
contain or be amended to contain in the first sentence of the 
specification following the title a reference to each such prior 
provisional application, identifying it as a provisional applica- 
tion, and including the provisional application number (con- 
sisting of series code and serial number). 


xe KK * 


31. Section 1.84 is amended by revising paragraphs (a)(2)(i), 
(b), (c) and (g) to read as follows: 


§ 1.84 Standards for drawings. 





Marcu 21, 2000 


(a) * * * 


ayes 


(i) The fee set forth in § 1.17(i); 


x* eK K * 


(b) Photographs. 


(1) Black and white. Photographs are not ordinarily permitted 
in utility patent applications. However, the Office will accept 
photographs in utility patent applications only after the granting 
of a petition filed under this paragraph which requests that 
photographs be accepted. Any such petition must include the 
following: 


(i) The fee set forth in § 1.17(i); and 


(ii) Three (3) sets of photographs. Photographs must either 
be developed on double weight photographic paper or be perma- 
nently mounted on bristol board. The photographs must be 
of sufficient quality so that all details in the drawings are 
reproducible in the printed patent. 


(2) Color. Color photographs will be accepted in utility patent 
applications if the conditions for accepting color drawings have 
been satisfied. See paragraph (a)(2) of this section. 


(c) Identification of drawings. Identifying indicia, if provided, 
should include the application number or the title of the inven- 
tion, inventor’s name, docket number (if any), and the name 
and telephone number of a person to call if the Office is unable 
to match the drawings to the proper application. This informa- 
tion should be placed on the back of each sheet of drawings 
a minimum distance of 1.5 cm. (5/8 inch) down from the top 
of the page. In addition, a reference to the application number, 
or, if an application number has not been assigned, the inven- 
tor’s name, may be included in the left-hand corner, provided 
that the reference appears within 1.5 cm. (5/8 inch) from the 
top of the sheet. 


x** KK * 


(g) Margins. The sheets must not contain frames around the 
sight (i.e., the usable surface), but should have scan target 
points (i.e., cross-hairs) printed on two catercorner margin cor- 
ners. Each sheet must include a top margin of at least 2.5 cm. 
(1 inch), a left sidemargin of at least 2.5 cm. (1 inch), a right 
side margin of at least 1.5 cm. (5/8 inch), and a bottom margin 
of at least 1.0 cm. (3/8 inch), thereby leaving a sight no greater 
than 17.0 cm. by 26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size 
A4) drawing sheets, and a sight no greater than 17.6 cm. by 
24.4 cm. (6 15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. 
(8 1/2 by 11 inch) drawing sheets. 


x**X KK * 


32. Section 1.91 and its heading are revised to read as follows: 


§ 1.91 Models or exhibits not generally admitted as part of 
application or patent. 


(a) A model or exhibit will not be admitted as part of the 
record of an application unless it: 


(1) Substantially conforms to the requirements of § 1.52 or 
§ 1.84; 


(2) Is specifically required by the Office; or 
(3) Is filed with a petition under this section including: 


(i) The petition fee as set forth in § 1.17(i); and 


(ii) An explanation of why entry of the model or exhibit in 
the file record is necessary to demonstrate patentability. 


(b) Notwithstanding the provisions of paragraph (a) of this 
section, a model, working model, or other physical exhibit may 
be required by the Office if deemed necessary for any purpose 
in examination of the application. 


33. Section 1.92 is removed and reserved. 


§ 1.92 [Reserved] 
34. Section 1.97 is amended by revising paragraphs (c) through 
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(e) to read as follows: 


§ 1.97 Filing of information disclosure statement. 


**ke KK * 


(c) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (b) of this section, provided that the information 
disclosure statement is filed before the mailing date of either 
a final action under § 1.113, or a notice of allowance under § 
1.311, whichever occurs first, and is accompanied by either: 


(1) A statement as specified in paragraph (e) of this section; 
or 


(2) The fee set forth in § 1.17(p). 


(d) An information disclosure statement shall be considered 
by the Office if filed by the applicant after the period specified 
in paragraph (c) of this section, provided that the information 
disclosure statement is filed on or before payment of the issue 
fee and is accompanied by: 


(1) A statement as specified in paragraph (e) of this section; 


(2) A petition requesting consideration of the information 
disclosure statement; and 


(3) The petition fee set forth in § 1.17(i). 
(e) A statement under this section must state either: 


(1) That each item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application not 
more than three months prior to the filing of the information 
disclosure statement; or 


(2) That no item of information contained in the information 
disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, 
to the knowledge of the person signing the statement after 
making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any indi- 
vidual designated in § 1.56(c) more than three months prior to 
the filing of the information disclosure statement. 


x*eKK 


35. Section 1.101 is removed and reserved. 


§ 1.101 [Reserved] 


36. Section 1.102 is amended by revising paragraph (a) to read 
as follows: 


§ 1.102 Advancement of examination. 


(a) Applications will not be advanced out of turn for examina- 
tion or for further action except as provided by this part, or 
upon order of the Commissioner to expedite the business of 
the Office, or upon filing of a request under paragraph (b) of 
this section or upon filing a petition under paragraphs (c) or 
(d) of this section with a showing which, in the opinion of the 
Commissioner, will justify so advancing it. 


x KKK * 

37. Section 1.103 is amended by revising paragraph (a) to read 
as follows: 

§ 1.103 Suspension of action. 


(a) Suspension of action by the Office will be granted for 
good and sufficient cause and for a reasonable time specified 
upon petition by the applicant and, if such cause is not the 
fault of the Office, the payment of the fee set forth in § 1.17(i). 
Action will not be suspended when a reply by the applicant to 
an Office action is required. 


*** * * 
38. Section 1.104 and its heading are revised to read as follows: 
§ 1.104 Nature of examination. 


(a) Examiner’s action. 
(1) On taking up an application for examination or a patent 
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in a reexamination proceeding, the examiner shall make a thor- 
ough study thereof and shall make a thorough investigation of 
the available prior art relating to the subject matter of the 
claimed invention. The examination shall be complete with 
respect both to compliance of the application or patent under 
reexamination with the applicable statutes and rules and to the 
patentability of the invention as claimed, as well as with respect 
to matters of form, unless otherwise indicated. 


(2) The applicant, or in the case of a reexamination proceeding, 
both the patent owner and the requester, will be notified of the 
examiner’s action. The reasons for any adverse action or any 
objection or requirement will be stated and such information 
or references will be given as may be useful in aiding the 
applicant, or in the case of a reexamination proceeding the 
patent owner, to judge the propriety of continuing the prose- 
cution. 


(3) An international-type search will be made in all national 
applications filed on and after June 1, 1978. 


(4) Any national application may also have an international- 
type search report prepared thereon at the time of the national 
examination on the merits, upon specific written request 
therefor and payment of the international-type search report 
fee set forth in § 1.21(e). The Patent and Trademark Office 
does not require that a formal report of an international-type 
search be prepared in order to obtain a search fee refund in a 
later filed international application. 


(5) Copending applications will be considered by the examiner 
to be owned by, or subject to an obligation of assignment to, 
the same person if: 


(i) The application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 


(ii) Copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization are 
filed in each of the applications; or 


(iii) An affidavit or declaration by the common owner is 
filed which states that there is common ownership and states 
facts which explain why the affiant or declarant believes there 
is common ownership, which affidavit or declaration may be 
signed by an official of the corporation or organization empow- 
ered to act on behalf of the corporation or organization when 
the common owner is a corporation or other organization; or 


(iv) Other evidence is submitted which establishes common 
ownership of the applications. 


(b) Completeness of examiner’s action. The examiner’s action 
will be complete as to all matters, except that in appropriate 
circumstances, such as misjoinder of invention, fundamental 
defects in the application, and the like, the action of the exam- 
iner may be limited to such matters before further action is 
made. However, matters of form need not be raised by the 
examiner until a claim is found allowable. 


(c) Rejection of claims. 


(1) If the invention is not considered patentable, or not 
considered patentable as claimed, the claims, or those consid- 
ered unpatentable will be rejected. 


(2) In rejecting claims for want of novelty or for obviousness, 
the examiner must cite the best references at his or her com- 
mand. When a reference is complex or shows or describes 
inventions other than that claimed by the applicant, the partic- 
ular part relied on must be designated as nearly as practicable. 
The pertinence of each reference, if not apparent, must be 
clearly explained and each rejected claim specified. 


(3) In rejecting claims the examiner may rely upon admissions 
by the applicant, or the patent owner in a reexamination pro- 
ceeding, as to any matter affecting patentability and, insofar 
as rejections in applications are concerned, may also rely upon 
facts within his or her knowledge pursuant to paragraph (d)(2) 
of this section. : 


(4) Subject matter which is developed by another person 
which qualifies as prior art only under 35 U.S.C. 102(f) or (g) 
may be used as prior art under 35 U.S.C. 103 against a claimed 
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invention unless the entire rights to the subject matter and the 
claimed invention were commonly owned by the same person 
or organization or subject to an obligation of assignment to 
the same person or organization at the time the claimed inven- 
tion was made. 


(5) The claims in any original application naming an inventor 
will be rejected as being precluded by a waiver in a published 
statutory invention registration naming that inventor if the same 
subject matter is claimed in the application and the statutory 
invention registration. The claims in any reissue application 
naming an inventor will be rejected as being precluded by a 
waiver in a published statutory invention registration naming 
that inventor if the reissue application seeks to claim subject 
matter: 


(i) Which was not covered by claims issued in the patent 
prior to the date of publication of the statutory invention regis- 
tration; and 


(ii) Which was the same subject matter waived in the statutory 
invention registration. 


(d) Citation of references. 


(1) If domestic patents are cited by the examiner, their 
numbers and dates, and the names of the patentees must be 
stated. If foreign published applications or patents are cited, 
their nationality or country, numbers and dates, and the names 
of the patentees must be stated, and such other data must be 
furnished as may be necessary to enable the applicant, or in 
the case of a reexamination proceeding, the patent owner, to 
identify the published applications or patents cited. In citing 
foreign published applications or patents, in case only a part 
of the document is involved, the particular pages and sheets 
containing the parts relied upon must be identified. If printed 
publications are cited, the author (if any), title, date, pages or 
plates, and place of publication, or place where a copy can be 
found, shall be given. 


(2) When a rejection in an application is based on facts 
within the personal knowledge of an employee of the Office, 
the data shall be as specific as possible, and the reference must 
be supported, when called for by the applicant, by the affidavit 
of such employee, and such affidavit shall be subject to contra- 
diction or explanation by the affidavits of the applicant and 
other persons. 


(e) Reasons for allowance. If the examiner believes that the 
record of the prosecution as a whole does not make clear his 
or her reasons for allowing a claim or claims, the examiner 
may set forth such reasoning. The reasons shall be incorporated 
into an Office action rejecting other claims of the application 
or patent under reexamination or be the subject of a separate 
communication to the applicant or patent owner. The applicant 
or patent owner may file a statement commenting on the reasons 
for allowance within such time as may be specified by the 
examiner. Failure to file such a statement does not give rise 
to any implication that the applicant or patent owner agrees 
with or acquiesces in the reasoning of the examiner. 


39. Section 1.105 is removed and reserved. 


§ 1.105 [Reserved] 
40. Section 1.106 is removed and reserved. 


§ 1.106 [Reserved] 
41. Section 1.107 is removed and reserved. 
§ 1.107 [Reserved] 
42. Section 1.108 is removed and reserved. 
§ 1.108 [Reserved] 
43. Section 1.109 is removed and reserved. 
§ 1.109 [Reserved] 


44. Section 1.111 is amended by revising paragraph (b) to read 
as follows: 
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§ 1.111 Reply by applicant or patent owner. 


** KK * 


(b) In order to be entitled to reconsideration or further 
examination, the applicant or patent owner must reply to the 
Office action. The reply by the applicant or patent owner must 
be reduced to a writing which distinctly and specifically points 
out the supposed errors in the examiner’s action and must reply 
to every ground of objection and rejection in the prior Office 
action. The reply must present arguments pointing out the 
specific distinctions believed to render the claims, including 
any newly presented claims, patentable over any applied refer- 
ences. If the reply is with respect to an application, a request 
may be made that objections or requirements as to form not 
necessary to further consideration of the claims beheld in abey- 
ance until allowable subject matter is indicated. The applicant’ s 
or patent owner’s reply must appear throughout to be a bona 
fide attempt to advance the application or the reexamination 
proceeding to final action. A general allegation that the claims 
define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them 
from the references does not comply with the requirements of 
this section. 


** * *K * 


45. Section 1.112 and its heading are revised to read as follows: 


§ 1.112 Reconsideration before final action. 


After reply by applicant or patent owner (§ 1.111) to a non- 
final action, the application or patent under reexamination will 
be reconsidered and again examined. The applicant or patent 
owner will be notified if claims are rejected, or objections 
or requirements made, in the same manner as after the first 
examination. Applicant or patent owner may reply to such 
Office action in the same manner provided in § 1.111, with or 
without amendment, unless such Office action indicates that it 
is made final (§ 1.113). 


46. Section 1.113 is revised to read as follows: 


§ 1.113 Final rejection or action. 


(a) On the second or any subsequent examination or consider- 
ation by the examiner the rejection or other action may be 
made final, whereupon applicant’s or patent owner’s reply is 
limited to appeal in the case of rejection of any claim (§ 1.191), 
or to amendment as specified in § 1.116. Petition may be taken 
to the Commissioner in the case of objections or requirements 
not involved in the rejection of any claim (§ 1.181). Reply to 
a final rejection or action must include cancellation of, or appeal 
from the rejection of, each rejected claim. If any claim stands 
allowed, the reply to a final rejection or action must comply 
with any requirements or objections as to form. 


(b) In making such final rejection, the examiner shall repeat 
or state all grounds of rejection then considered applicable to 
the claims in the application, clearly stating the reasons in 
support thereof. 


47. Section 1.115 is removed and reserved. 


§ 1.115 [Reserved] 


48. Section 1.116 is amended by revising its heading and para- 
graph (a) to read as follows: 


§ 1.116 Amendments after final action or appeal. 


(a) After a final rejection or other final action (§ 1.113), 
amendments may be made cancelling claims or complying with 
any requirement of form expressly set forth in a previous Office 
action. Amendments presenting rejected claims in better form 
for consideration on appeal may be admitted. The admission 
of, or refusal to admit, any amendment after final rejection, 
and any related proceedings, will not operate to relieve the 
application or patent under reexamination from its condition 
as subject to appeal or to save the application from abandonment 
under § 1.135. 


** * kK * 


49. Section 1.117 is removed and reserved. 
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§ 1.117 [Reserved] 
50. Section 1.118 is removed and reserved. 


§ 1.118 [Reserved] 
51. Section 1.119 is removed and reserved. 


§ 1.119 [Reserved] 


52. Section 1.121 is revised to read as follows: 


§ 1.121 Manner of making amendments. 


(a) Amendments in nonprovisional applications, other than 
reissue applications: Amendments in nonprovisional applica- 
tions, excluding reissue applications, are made by filing a paper, 
in compliance with § 1.52, directing that specified amendments 
be made. 


(1) Specification other than the claims. Except as provided 
in § 1.125, amendments to add matter to, or delete matter from, 
the specification, other than to the claims, may only be made 
as follows: 


(i) Instructions for insertions: The precise point in the specifi- 
cation must be indicated where an insertion is to be made, and 
the matter to be inserted must be set forth. 


(ii) Instructions for deletions: The precise point in the specifi- 
cation must be indicated where a deletion is to be made, and 
the matter to be deleted must be set forth or otherwise indicated. 


(iii) Matter deleted by amendment can be reinstated only 
by a subsequent amendment presenting the previously deleted 
matter as a new insertion. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i) Instructions for insertions and deletions: A claim may be 
amended by specifying only the exact matter to be deleted or 
inserted by an amendment and the precise point where the 
deletion or insertion is to be made, where the changes are 
limited to: 


(A) Deletions and/or 


(B) The addition of no more than five (5) words in any one 
claim; or 


(1i) Claim cancellation or rewriting: A claim may be amended 
by directions to cancel the claim or by rewriting such claim 
with underlining below the matter added and brackets around 
the matter deleted. The rewriting of a claim in this form will 
be construed as directing the deletion of the previous version 
of that claim. If a previously rewritten claim is again rewritten, 
underlining and bracketing will be applied relative to the pre- 
vious version of the claim, with the parenthetical expression 
“twice amended,” “three times amended,” etc., following the 
original claim number. The original claim number followed by 
that parenthetical expression must be used for the rewritten 
claim. No interlineations or deletions of any prior amendment 
may appear in the currently submitted version of the claim. A 
claim canceled by amendment (not deleted and rewritten) can 
be reinstated only by a subsequent amendment presenting the 
claim as a new claim with a new claim number. 


(3) Drawings. 


(i) Amendments to the original application drawings are not 
permitted. Any change to the application drawings must be by 
way of a substitute sheet of drawings for each sheet changed 
submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) Any amendment to an application that is present in a 
substitute specification submitted pursuant to § 1.125 must be 
presented under the provisions of this paragraph either prior 
to or concurrent with submission of the substitute specification. 


(5) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
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the remainder of the specification, and the drawings. 


(6) No amendment may introduce new matter into the disclo- 
sure of an application. 


(b) Amendments in reissue applications: Amendments in 
reissue applications are made by filing a paper, in compliance 
with § 1.52, directing that specified amendments be made. 


(1) Specification other than the claims. Amendments to the 
specification, other than to the claims, may only be made as 
follows: 


(i) Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (b)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i)(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (b)(6) of this section and 
must include the entire text of each claim which is being 
amended by the current amendment and of each claim being 
added by the current amendmentwith markings pursuant to 
paragraph (b)(2)(i)(C) of this section, except that a patent claim 
or added claim should be cancelled by a statement cancelling 
the patent claim or added claim without presentation of the 
text of the patent claim or added claim. 


(B) Patent claims must not be renumbered and the numbering 
of any claims added to the patent must follow the number of 
the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (b)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all added claims. 


(iii) Each amendment when originally submitted must be 
accompanied by an explanation of the support in the disclosure 
of the patent for the amendment along with any additional 
comments on page(s) separate from the page(s) containing the 
amendment. 


(3) Drawings. 


(i) Amendments to the original patent drawings are not 
permitted. Any change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet changed submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(4) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition, 
and to secure substantial correspondence between the claims, 
the remainder of the specification, and the drawings. 


(5) No reissue patent shall be granted enlarging the scope 
of the claims of the original patent unless applied for within 
two years from the grant of the original patent, pursuant to 35 
U.S.C. 251. No amendment to the patent may introduce new 
matter or be made in an expired patent. 


(6) All amendments must be made relative to the patent 
specification, including the claims, and drawings, which is in 
effect as of the date of filing of the reissue application. 
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(c) Amendments in reexamination proceedings: Any proposed 
amendment to the description and claims in patents involved 
in reexamination proceedings must be made in accordance with 
§ 1.530(d). 


53. Section 1.122 is removed and reserved. 


§ 1.122 [Reserved] 
54. Section 1.123 is removed and reserved. 


§ 1.123 [Reserved] 


55. Section 1.124 is removed and reserved. 


§ 1.124 [Reserved] 
56. Section 1.125 is revised to read as follows: 


§ 1.125 Substitute specification. 


(a) If the number or nature of the amendments or the legibility 
of the application papers renders it difficult to consider the 
application, or to arrange the papers for printing or copying, 
the Office may require the entire specification, including the 
claims, or any part thereof, be rewritten. 


(b) A substitute specification, excluding the claims, may be 
filed at any point up to payment of the issue fee if it is accompa- 
nied by: 

(1) A statement that the substitute specification includes no 
new matter; and 


(2) A marked-up copy of the substitute specification showing 
the matter being added to and the matter being deleted from 
the specification of record. 


(c) A substitute specification submitted under this section must 
be submitted in clean form without markings as to amended 
material. 


(d) A substitute specification under this section is not permitted 
in a reissue application or in a reexamination proceeding. 


57. Section 1.126 is revised to read as follows: 


§ 1.126 Numbering of claims. 


The original numbering of the claims must be preserved 
throughout the prosecution. When claims are canceled the 
remaining claims must not be renumbered. When claims are 
added, they must be numbered by the applicant consecutively 
beginning with the number next following the highest numbered 
claim previously presented (whether entered or not). When the 
application is ready for allowance, the examiner, if necessary, 
will renumber the claims consecutively in the order in which 
they appear or in such order as may have been requested by 
applicant. 


58. Secticn 1.133 is amended by revising paragraph (b) to read 
as follows: 


§ 1.133 Interviews. 


** eK *K 


(b) In every instance where reconsideration is requested in 
view of an interview with an examiner, a complete written 
statement of the reasons presented at the interview as warranting 
favorable action must be filed by the applicant. An interview 
does not remove the necessity for reply to Office actions as 
specified in §§ 1.111 and 1.135. 


59. The undesignated center heading in Subpart B-National 
Processing Provisions, following § 1.133 is revised to read as 
follows: 


TIME FOR REPLY BY APPLICANT; ABANDONMENT 
OF APPLICATION 


60. Section 1.134 and its heading are revised to read as follows: 


§ 1.134 Time period for reply to an Office action. 


An Office action will notify the applicant of any non-statutory 
or shortened statutory time period set for reply to an Office 
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action. Unless the applicant is notified in writing that a reply 
is required in less than six months, a maximum period of six 
months is allowed. 


61. Section 1.135 and its heading are revised to read as follows: 


§ 1.135 Abandonment for failure to reply within time period. 


(a) If an applicant of a patent application fails to reply 
within the time period provided under § 1.134 and § 1.136, 
the application will become abandoned unless an Office action 
indicates otherwise. 


(b) Prosecution of an application to save it from abandonment 
pursuant to paragraph (a) of this section must include such 
complete and proper reply as the condition of the application 
may require. The admission of, or refusal to admit, any amend- 
ment after final rejection or any amendment not responsive to 
the last action, or any related proceedings, will not operate to 
save the application from abandonment. 


(c) When reply by the applicant is a bona fide attempt to 
advance the application to final action, and is substantially a 
complete reply to the non-final Office action, but consideration 
of some matter or compliance with some requirement has been 
inadvertently omitted, applicant may be given a new time period 
for reply under § 1.134 to supply the omission. 


62. Section 1.136 and its heading are revised to read as follows: 


§ 1.136 Extensions of time. 


(a)(1) If an applicant is required to reply within a nonstatutory 
or shortened statutory time period, applicant may extend the 
time period for reply up to the earlier of the expiration of any 
maximum period set by statute or five months after the time 
period set for reply, if a petition for an extension of time and 
the fee set in § 1.17(a) are filed, unless: 


(i) Applicant is notified otherwise in an Office action; 
(ii) The reply is a reply brief submitted pursuant to § 1.193(b); 


(iii) The reply is a request for an oral hearing submitted 
pursuant to § 1.194(b); 


(iv) The reply is to a decision by the Board of Patent Appeals 
and Interferences pursuant to § 1.196, § 1.197 or § 1.304; or 


(v) The application is involved in an interference declared 
pursuant to § 1.611. 


(2) The date on which the petition and the fee have been 
filed is the date for purposes of determining the period of 
extension and the corresponding amount of the fee. The expira- 
tion of the time period is determined by the amount of the fee 
paid. A reply must be filed prior to the expiration of the period 
of extension to avoid abandonment of the application (§ 1.135), 
but in no situation may an applicant reply later than the max- 
imum time period set by statute, or be granted an extension of 
time under paragraph (b) of this section when the provisions 
of this paragraph are available. See § 1.136(b) for extensions 
of time relating to proceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.550(c) for extension of time in reexamination 
proceedings; and § 1.645 for extension of time in interference 
proceedings. 


(3) A written request may be submitted in an application 
that is an authorization to treat any concurrent or future reply, 
requiring a petition for an extension of time under this paragraph 
for its timely submission, as incorporating a petition for exten- 
sion of time for the appropriate length of time. An authorization 
to charge all required fees, fees under § 1.17, or all required 
extension of time fees will be treated as a constructive petition 
for an extension of time in any concurrent or future reply 
requiring a petition for an extension of time under this paragraph 
for its timely submission. Submission of the fee set forth in § 
1.17(a) will also be treated as a constructive petition for an 
extension of time in any concurrent reply requiring a petition 
for an extension of time under this paragraph for its timely 
submission. 


(b) When a reply cannot be filed within the time period set 
for such reply and the provisions of paragraph (a) of this section 
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are not available, the period for reply will be extended only 
for sufficient cause and for a reasonable time specified. Any 
request for an extension of time under this paragraph must be 
filed on or before the day on which such reply is due, but the 
mere filing of such a request will not effect any extension under 
this paragraph. In no situation can any extension carry the date 
on which reply is due beyond the maximum time period set 
by statute. See § 1.304 for extension of time to appeal to the 
U.S. Court of Appeals for the Federal Circuit or to commence 
a civil action; § 1.645 for extension of time in interference 
proceedings; and § 1.550(c) for extension of time in reexamina- 
tion proceedings. 


63. Section 1.137 and its heading are revised to read as follows: 


§ 1.137 Revival of abandoned application or lapsed patent. 


(a) Unavoidable. Where the delay in reply was unavoidable, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(1); 


(3) A showing to the satisfaction of the Commissioner that 
the entire delay in filing the required reply from the due date 
for the reply until the filing of a grantable petition pursuant to 
this paragraph was unavoidable; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(b) Unintentional. Where the delay in reply was unintentional, 
a petition may be filed to revive an abandoned application or 
a lapsed patent pursuant to this paragraph. A grantable petition 
pursuant to this paragraph must be accompanied by: 


(1) The required reply, unless previously filed. In a nonprovi- 
sional application abandoned for failure to prosecute, the 
required reply may be met by the filing of a continuing applica- 
tion. In an application or patent, abandoned or lapsed for failure 
to pay the issue fee or any portion thereof, the required reply 
must be the payment of the issue fee or any outstanding balance 
thereof; 


(2) The petition fee as set forth in § 1.17(m); 


(3) A statement that the entire delay in filing the required 
reply from the due date for the reply until the filing of a 
grantable petition pursuant to this paragraph was unintentional. 
The Commissioner may require additional information where 
there is a question whether the delay was unintentional; and 


(4) Any terminal disclaimer (and fee as set forth in § 1.20(d)) 
required pursuant to paragraph (c) of this section. 


(c) In a design application, a utility application filed before 
June 8, 1995, or a plant application filed before June 8, 1995, 
any petition to revive pursuant to this section must be accompa- 
nied by a terminal disclaimer and fee as set forth in § 1.321 
dedicating to the public a terminal part of the term of any 
patent granted thereon equivalent to the period of abandonment 
of the application. Any terminal disclaimer pursuant to this 
paragraph must also apply to any patent granted on any contin- 
uing application that contains a specific reference under 35 
U.S.C. 120, 121, or 365(c) to the application for which revival 
is sought. The provisions of this paragraph do not apply to 
lapsed patents. 

(d) Any request for reconsideration or review of a decision 
refusing to revive an abandoned application or lapsed patent 
upon petition filed pursuant to this section, to be considered 
timely, must be filed within two months of the decision refusing 
to revive or within such time as set in the decision. Unless a 
decision indicates otherwise, this time period may be extended 
under the provisions of § 1.136. 


(e) A provisional application, abandoned for failure to timely 
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this section so as to be pending for a period of no longer than 
twelve months from its filing date. Under no circumstances 
will a provisional application be regarded as pending after 
twelve months from its filing date. 


64.Section 1.139 is removed and reserved. 
§ 1.139 [Reserved] 


65. Section 1.142 is amended by revising paragraph (a) to read 
as follows: 


§ 1.142 Requirement for restriction. 


(a) If two or more independent and distinct inventions are 
claimed in a single application, the examiner in an Office action 
will require the applicant in the reply to that action to elect an 
invention to which the claims will be restricted, this official 
action being called a requirement for restriction (also known 
as a requirement for division). Such requirement will normally 
be made before any action on the merits; however, it may be 
made at any time before final action. 


** KK * 


66. Section 1.144 is revised to read as follows: 
§ 1.144 Petition from requirement for restriction. 


After a final requirement for restriction, the applicant, in addi- 
tion to making any reply due on the remainder of the action, 
may petition the Commissioner to review the requirement. 
Petition may be deferred until after final action on or allowance 
of claims to the invention elected, but must be filed not later 
than appeal. A petition will not be considered if reconsideration 
of the requirement was not requested (see § 1.181). 


67. Section 1.146 is revised to read as follows: 
§ 1.146 Election of species. 


In the first action on an application containing a generic claim 
to a generic invention (genus) and claims to more than one 
patentably distinct species embraced thereby, the examiner may 
require the applicant in the reply to that action to elect a species 
of his or her invention to which his or her claim will be restricted 
if no claim to the genus is found to be allowable. However, 
if such application contains claims directed to more than a 
reasonable number of species, the examiner may require restric- 
tion of the claims to not more than a reasonable number of 
species before taking further action in the application. 


68. Section 1.152 is revised to read as follows: 


§ 1.152 Design drawings. 


(a) The design must be represented by a drawing that complies 
with the requirements of § 1.84, and must contain a sufficient 
number of views to constitute a complete disclosure of the 
appearance of the design. 


(1) Appropriate and adequate surface shading should be used 
to show the character or contour of the surfaces represented. 
Solid black surface shading is not permitted except when used 
to represent the color black as well as color contrast. Broken 
lines may be used to show visible environmental structure, but 
may not be used to show hidden planes and surfaces which 
cannot be seen through opaque materials. Alternate positions 
of a design component, illustrated by full and broken lines in 
the same view are not permitted in a design drawing. 


(2) Color photographs and color drawings are not permitted 
in design applications in the absence of a grantable petition 
pursuant to § 1.84(a)(2). Photographs and ink drawings are not 
permitted to be combined as formal drawings in one application. 
Photographs submitted in lieu of ink drawings in design patent 
applications must comply with § 1.84(b) and must not disclose 
environmental structure but must be limited to the design for 
the article claimed. 


(b) Any detail shown in the ink or color drawings or photo- 
graphs (formal or informal) deposited with the original applica- 
tion papers constitutes an integral part of the disclosed and 
claimed design, except as otherwise provided in this paragraph. 
This detail may include, but is not limited to, color or contrast, 
graphic or written indicia, including identifying indicia of a 
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proprietary nature, surface ornamentation on an article, or any 
combination thereof. 


(1) When any detail shown in informal drawings or photo- 
graphs does not constitute an integral part of the disclosed and 
claimed design, a specific disclaimer must appear in the original 
application papers either in the specification or directly on the 
drawings or photographs. This specific disclaimer in the orig- 
inal application papers will provide antecedent basis for the 
omission of the disclaimed detail(s) in later-filed drawings or 
photographs. 


(2) When informal color drawings or photographs are depos- 
ited with the original application papers without a disclaimer 
pursuant to paragraph (b)(1) of this section, formal color draw- 
ings or photographs, or a black and white drawing lined to 
represent color, will be required. 


69. Section 1.154 is amended by revising its heading and para- 
graph (a)(3) as to readfollows: 
§ 1.154 Arrangement of application elements. 

(a) * * * 


(3) Preamble, stating name of the applicant, title of the 
design, and a brief description of the nature and intended use 
of the article in which the design is embodied. 


* * KK * 


70. Section 1.155 and its heading are revised to read as follows: 


§ 1.155 Issue of design patents. 


If, on examination, it appears that the applicant is entitled to 
a design patent under the law, a notice of allowance will be 
sent to the applicant, or applicant’s attorney or agent, calling 
for the payment of the issue fee (§ 1.18(b)). If this issue fee 
is not paid within three months of the date of the notice of 
allowance, the application shall be regarded as abandoned. 


71. Section 1.163 is amended by revising its heading and para- 
graph (b) to read asfollows: 


§ 1.163 Specification and arrangement of application ele- 
ments. 
xe KK * 


(b) Two copies of the specification (including the claim) 
must be submitted, but only one signed oath or declaration is 
required. 


xe KK * 


72. Section 1.167 is revised to read as follows: 


§ 1.167 Examination. 


Applications may be submitted by the Patent and Trademark 
Office to the Department of Agriculture for study and report. 


73. Section 1.171 is revised to read as follows: 
§ 1.171 Application for reissue. 


An application for reissue must contain the same parts required 
for an application for an original patent, complying with all 
the rules relating there to except as otherwise provided, and in 
addition, must comply with the requirements of the rules 
relating to reissue applications. 


74. Section 1.172 is amended by revising paragraph (a) to read 
as follows: 


§ 1.172 Applicants, assignees. 


(a) A reissue oath must be signed and sworn to or declaration 
made by the inventor or inventors except as otherwise provided 
(see §§ 1.42, 1.43, 1.47), and must be accompanied by the 
written consent of all assignees, if any, owning an undivided 
interest in the patent, but a reissue oath may be made and 
sworn to or declaration made by the assignee of the entire 
interest if the application does not seek to enlarge the scope 
of the claims of the original patent. All assignees consenting 
to the reissue must establish their ownership interest in the 
patent by filing in the reissue application a submission in accor- 
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dance with the provisions of § 3.73(b). 


xe KK * 


75. Section 1.175 is amended by revising paragraphs (a) and 
(b) and adding paragraphs (c) and (d) to read as follows: 


§ 1.175 Reissue oath or declaration. 


(a) The reissue oath or declaration in addition to complying 
with the requirements of § 1.63, must also state that: 


(1) The applicant believes the original patent to be wholly 
or partly inoperative or invalid by reason of a defective specifi- 
cation or drawing, or by reason of the patentee claiming more 
or less than the patentee had the right to claim in the patent, 
stating at least one error being relied upon as the basis for 
reissue; and 


(2) All errors being corrected in the reissue application up 
to the time of filing of the oath or declaration under this para- 
graph arose without any deceptive intention on the part of the 
applicant. 


(b)(1) For any error corrected, which is not covered by the oath 
or declaration submitted under paragraph (a) of this section, 
applicant must submit a supplemental oath or declaration stating 
that every such error arose without any deceptive intention on 
the part of the applicant. Any supplemental oath or declaration 
required by this paragraph must be submitted before allowance 
and may be submitted: 


(i) With any amendment prior to allowance; or 


(ii) In order to overcome a rejection under 35 U.S.C. 251 
made by the examiner where it is indicated that the submission 
of a supplemental oath or declaration as required byt his para- 
graph will overcome the rejection. 


(2) For any error sought to be corrected after allowance, a 
supplemental oath or declaration must accompany the requested 
correction stating that the error(s) to be corrected arose without 
any deceptive intention on the part of the applicant. 


(c) Having once stated an error upon which the reissue is 


based, as set forth in paragraph (a)(1), unless all errors pre- 
viously stated in the oath or declaration are no longer being 
corrected, a subsequent oath or declaration under paragraph 
(b) of this section need not specifically identify any other error 
or errors being corrected. 


(d) The oath or declaration required by paragraph (a) of this 
section may be submitted under the provisions of § 1.53(f). 


76. Section 1.182 is revised to read as follows: 


§ 1.182 Questions not specifically provided for. 


All situations not specifically provided for in the regulations 
of this part will be decided in accordance with the merits of 
each situation by or under the authority of the Commissioner, 
subject to such other requirements as may be imposed, and 
such decision will be communicated to the interested parties 
in writing. Any petition seeking a decision under this section 
must be accompanied by the petition fee set forth in § 1.17(h). 


77. Section 1.184 is removed and reserved. 


§ 1.184 [Reserved] 


78. Section 1.191 is amended by revising paragraphs (a) and 
(b) to read as follows: 


§ 1.191 Appeal to Board of Patent Appeals and Interfer- 
ences. 


(a) Every applicant for a patent or for reissue of a patent, 
and every owner of a patent under reexamination, any of whose 
claims has been twice or finally (§ 1.113) rejected, may appeal 
from the decision of the examiner to the Board of Patent Appeals 
and Interferences by filing a notice of appeal and the fee set 
forth in § 1.17(b) within the time period provided under §§ 
1.134 and 1.136 for reply. 


(b) The signature requirement of § 1.33 does not apply to 
a notice of appeal filed under this section. 


** * * * 
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79. Section 1.192 is amended by revising paragraph (a) to read 
as follows: 


§ 1.192 Appellant’s brief. 


(a) Appellant must, within two months from the date of the 
notice of appeal under § 1.191 or within the time allowed for 
reply to the action from which the appeal was taken, if such 
time is later, file a brief in triplicate. The brief must be accompa- 
nied by the fee set forth in § 1.17(c) and must set forth the 
authorities and arguments on which appellant will rely to main- 
tain the appeal. Any arguments or authorities not included in 
the brief will be refused consideration by the Board of Patent 
Appeals and Interferences, unless good cause is shown. 


** KK * 


80. Section 1.193 and its heading are revised to read as follows: 


§ 1.193 Examiner’s answer and reply brief. 


(a)(1) The primary examiner may, within such time as may 
be directed by the Commissioner, furnish a written statement 
in answer to appellant’s brief including such explanation of 
the invention claimed and of the references and grounds of 
rejection as may be necessary, supplying a copy to appellant. 
If the primary examiner finds that the appeal is not regular in 
form or does not relate to an appealable action, the primary 
examiner shall so state. 


(2) An examiner’s answer must not include a new ground 
of rejection, but if an amendment under § 1.116 proposes to 
add or amend one or more claims and appellant was advised that 
the amendment under § 1.116 would be entered for purposes of 
appeal and which individual rejection(s) set forth in the action 
from which the appeal was taken would be used to reject the 
added or amended claim(s), then the appeal brief must address 
the rejection(s) of the claim(s) added or amended by the amend- 
ment under § 1.116 as appellant was so advised and the exam- 
iner’s answer may include the rejection(s) of the claim(s) added 
or amended by the amendment under § 1.116 as appellant was 
so advised. The filing of an amendment under § 1.116 which 
is entered for purposes of appeal represents appellant’s consent 
that when so advised any appeal proceed on those claim(s) 
added or amended by the amendment under § 1.116 subject to 
any rejection set forth in the action from which the appeal was 
taken. 


(b)(1) Appellant may file a reply brief to an examiner’s 
answer within two months from the date of such examiner’s 
answer. See § 1.136(b) for extensions of time for filing a reply 
brief in a patent application and § 1.550(c) for extensions of 
time for filing a reply brief in a reexamination proceeding. The 
primary examiner must either acknowledge receipt and entry 
of the reply brief or withdraw the final rejection and reopen 
prosecution to respond to the reply brief. A supplemental exam- 
iner’s answer is not permitted, unless the application has been 
remanded by the Board of Patent Appeals and Interferences 
for such purpose. 

(2) Where prosecution is reopened by the primary examiner 
after an appeal or reply brief has been filed, appellant must 
exercise one of the following two options to avoid abandonment 
of the application: 


(i) File a reply under § 1.111, if the Office action is not 
final, or a reply under § 1.113, if the Office action is final; or 


(ii) Request reinstatement of the appeal. If reinstatement of 
the appeal is requested, such request must be accompanied by 
a supplemental appeal brief, but no new amendments, affidavits 
(§§ 1.130, 1.131 or 1.132) or other evidence are permitted. 


81. Section 1.194 is revised to read as follows: 


§ 1.194 Oral hearing. 


(a) An oral hearing should be requested only in those circum- 
stances in which appellant considers such a hearing necessary 
or desirable for a proper presentation of the appeal. An appeal 
decided without an oral hearing will receive the same consider- 
ation by the Board of Patent Appeals and Interferences as 
appeals decided after oral hearing. 


(b) If appellant desires an oral hearing, appellant must file, 
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in a separate paper, a written request for such hearing accompa- 
nied by the fee set forth in § 1.17(d) within two months from 
the date of the examiner’s answer. If appellant requests an oral 
hearing and submits therewith the fee set forth in § 1.17(d), 
an oral argument may be presented by, or on behalf of, the 
primary examiner if considered desirable by either the primary 
examiner or the Board. See § 1.136(b) for extensions of time 
for requesting an oral hearing in a patent application and § 
1.550(c) for extensions of time for requesting an oral hearing 
in are examination proceeding. 


(c) If no request and fee for oral hearing have been timely 
filed by appellant, the appeal will be assigned for consideration 
and decision. If appellant has requested an oral hearing and 
has submitted the fee set forth in § 1.17(d), a day of hearing 
will be set, and due notice thereof given to appellant and to 
the primary examiner. A hearing will be held as stated in the 
notice, and oral argument will be limited to twenty minutes 
for appellant and fifteen minutes for the primary examiner 
unless otherwise ordered before the hearing begins. If the Board 
decides that a hearing is not necessary, the Board will so notify 


appellant. 


82. Section 1.196 is amended by revising paragraphs (b) and 
(d) to read as follows: 


§ 1.196 Decision by the Board of Patent Appeals and Inter- 
ferences. 
** KK * 


(b) Should the Board of Patent Appeals and Interferences 
have knowledge of any grounds not involved in the appeal for 
rejecting any pending claim, it may include in the decision a 
statement to that effect with its reasons for so holding, which 
statement constitutes a new ground of rejection of the claim. 
A new ground of rejection shall not be considered final for 
purposes of judicial review. When the Board of Patent Appeals 
and Interferences makes a new ground of rejection, the appel- 
lant, within two months from the date of the decision, must 
exercise one of the following two options with respect to the 


new ground of rejection to avoid termination of proceedings 
(§ 1.197(c)) as to the rejected claims: 


(1) Submit an appropriate amendment of the claims so rejected 
or a showing of facts relating to the claims so rejected, or both, 
and have the matter reconsidered by the examiner, in which 
event the application will be remanded to the examiner. The 
new ground of rejection is binding upon the examiner unless 
an amendment or showing of facts not previously of record be 
made which, in the opinion of the examiner, overcomes the 
new ground of rejection stated in the decision. Should the 
examiner reject the claims, appellant may again appeal pursuant 
to §§ 1.191 through 1.195 to the Board of Patent Appeals and 
Interferences. 


(2) Request that the application be reheard under § 1.197(b) 
by the Board of Patent Appeals and Interferences upon the 
same record. The request for rehearing must address the new 
ground of rejection and state with particularity the points 
believed to have been misapprehended or overlooked in ren- 
dering the decision and also state all other grounds upon which 
rehearing is sought. Where request for such rehearing is made, 
the Board of Patent Appeals and Interferences shall rehear the 
new ground of rejection and, if necessary, render anew decision 
which shall include all grounds of rejection upon which a patent 
is refused. The decision on rehearing is deemed to incorporate 
the earlier decision for purposes of appeal, except for those 
portions specifically withdrawn on rehearing, and is final for 
the purpose of judicial review, except when noted otherwise 
in the decision. 


* * KK * 


(d) The Board of Patent Appeals and Interferences may require 
appellant to address any matter that is deemed appropriate for 
a reasoned decision on the pending appeal. Appellant will be 
given a non-extendable time period within which to respond 
to such a requirement. 


kK KK * 


83. Section 1.197 is amended by revising paragraphs (a) and 
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(b) to read as follows: 


§ 1.197 Action following decision. 


(a) After decision by the Board of Patent Appeals and 
Interferences, the application will be returned to the examiner, 
subject to appellant’s right of appeal or other review, for such 
further action by appellant or by the examiner, as the condition 
of the application may require, to carry into effect the decision. 


(b) Appellant may file a single request for rehearing within 
two months from the date of the original decision, unless the 
original decision is so modified by the decision on rehearing 
as to become, in effect, a new decision, and the Board of Patent 
Appeals and Interferences so states. The request for rehearing 
must state with particularity the points believed to have been 
misapprehended or overlooked in rendering the decision and 
also state all other grounds upon which rehearing is sought. 
See § 1.136(b) for extensions of time for seeking rehearing in 
a patent application and § 1.550(c) for extensions of time for 
seeking rehearing in a reexamination proceeding. 


* * * * * 


84. Section 1.291 is amended by revising paragraph (c) to read 
as follows: 


§ 1.291 Protests by the public against pending applications. 


ke KKK 


(c) A member of the public filing a protest in an application 
under paragraph (a) of this section will not receive any commu- 
nications from the Office relating to the protest, other than the 
return of a self-addressed postcard which the member of the 
public may include with the protest in order to receive an 
acknowledgment by the Office that the protest has been 
received. In the absence of a request by the Office, an applicant 
has no duty to, and need not, reply to a protest. The limited 
involvement of the member of the public filing a protest pur- 
suant to paragraph (a) of this section ends with the filing of 
the protest, and no further submission on behalf of the protestor 
will be considered, except for additional prior art, or unless 
such submission raises new issues which could not have been 
earlier presented. 


85. Section 1.293 is amended by revising paragraph (c) to read 
as follows: 


§ 1.293 Statutory invention registration. 
* eK KK 


(c) A waiver filed with a request for a statutory invention 
registration will be effective, upon publication of the statutory 
invention registration, to waive the inventor’s right to receive 
a patent on the invention claimed in the statutory invention 
registration, in any application for an original patent which is 
pending on, or filed after, the date of publication of the statutory 
invention registration. A waiver filed with a request for a statu- 
tory invention registration will not affect the rights of any other 
inventor even if the subject matter of the statutory invention 
registration and an application of another inventor are com- 
monly owned. A waiver filed with a request for a statutory 
invention registration will not affect any rights in a patent to 
the inventor which issued prior to the date of publication of 
the statutory invention registration unless a reissue application 
is filed seeking to enlarge the scope of the claims of the patent. 
See also § 1.104(c)(5). 


86. Section 1.294 is amended by revising paragraph (b) to read 
as follows: 


§ 1.294 Examination of request for publication of a statutory 
invention registration and patent application to which the 
request is directed. 


* KK K * 


(b) Applicant will be notified of the results of the examination 
set forth in paragraph (a) of this section. If the requirements 
of § 1.293 and this section are not met by the request filed, 
the notification to applicant will set a period of time within 
which to comply with the requirements in order to avoid aban- 
donment of the application. If the application does not meet 
the requirements of 35 U.S.C. 112, the notification to applicant 
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will include a rejection under the appropriate provisions of 35 
U.S.C. 112. The periods for reply established pursuant to this 
section are subject to the extension of time provisions of § 
1.136. After reply by the applicant, the application will again 
be considered for publication of a statutory invention registra- 
tion. If the requirements of § 1.293 and this section are not 
timely met, the refusal to publish will be made final. If the 
requirements of 35 U.S.C. 112 are not met, the rejection pur- 
suant to 35 U.S.C. 112 will be made final. 


* * * *K * 


87. Section 1.304 is amended by revising paragraph (a)(1) to 
read as follows: 


§ 1.304 Time for appeal or civil action. 


(a)(1) The time for filing the notice of appeal to the U.S. Court 
of Appeals for the Federal Circuit (§ 1.302) or for commencing a 
civil action (§ 1.303) is two months from the date of the decision 
of the Board of Patent Appeals and Interferences. If a request 
for rehearing or reconsideration of the decision is filed within 
the time period provided under § 1.197(b) or § 1.658(b), the 
time for filing an appeal or commencing a civil action shall 
expire two months after action on the request. In interferences, 
the time for filing a cross-appeal or cross-action expires: 


(i) 14 days after service of the notice of appeal or the summons 
and complaint; or 
(ii) Two months after the date of decision of the Board of 
Patent Appeals and Interferences, whichever is later. 


x**k KK * 


88. Section 1.312 is amended by revising paragraph (b) to read 
as follows: 


§ 1.312 Amendments after allowance. 


** * * * 


(b) Any amendment pursuant to paragraph (a) of this section 
filed after the date the issue fee is paid must be accompanied 
by a petition including the fee set forth in § 1.17(i) and a 
showing of good and sufficient reasons why the amendment 
is necessary and was not earlier presented. For reissue applica- 
tions, see § 1.175(b), which requires a supplemental oath or 
declaration to accompany the amendment. 


89. Section 1.316 is revised to read as follows: 


§ 1.316 Application abandoned for failure to pay issue fee. 


If the issue fee is not paid within three months from the date 
of the notice of allowance, the application will be regarded as 
abandoned. Such an abandoned application will not be consid- 
ered as pending before the Patent and Trademark Office. 


90. Section 1.317 is revised to read as follows: 


§ 1.317 Lapsed patents; delayed payment of balance of issue 
fee. 


If the issue fee paid is the amount specified in the notice of 
allowance, but a higher amount is required at the time the issue 
fee is paid, any remaining balance of the issue fee is to be 
paid within three months from the date of notice thereof and, 
if not paid, the patent will lapse at the termination of the three- 
month period. 


91. Section 1.318 is removed and reserved. 
§ 1.318 [Reserved] 
92. Section 1.324 is revised to read as follows: 


§ 1.324 Correction of inventorship in patent. 


(a) Whenever through error a person is named in an issued 
patent as the inventor, or through error an inventor is not named 
in an issued patent and such error arose without any deceptive 
intention on his or her part, the Commissioner may, on petition, 
or on order of a court before which such matter is called in 
question, issue a certificate naming only the actual inventor or 
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inventors. A petition to correct inventorship of a patent involved 
in an interference must comply with the requirements of this 
section and must be accompanied by a motion under § 1.634. 


(b) Any petition pursuant to paragraph (a) of this section 
must be accompanied by: 


(1) A statement from each person who is being added as an 
inventor and from each person who is being deleted as an 
inventor that the inventorship error occurred without any decep- 
tive intention on his or her part; 


(2) A statement from the current named inventors who have 
not submitted a statement under paragraph (b)(1) of this section 
either agreeing to the change of inventorship or stating that 
they have no disagreement in regard to the requested change; 


(3) A statement from all assignees of the parties submitting 
a statement under paragraphs (b)(1) and (b)(2) of this section 
agreeing to the change of inventorship in the patent, which 
statement must comply with the requirements of § 3.73(b); and 


(4) The fee set forth in § 1.20(b). 
93. Section 1.352 is removed and reserved. 


§ 1.352 [Reserved] 


94. Section 1.366 is amended by revising paragraphs (b) through 
(d) to read as follows: 


§ 1.366 Submission of maintenance fees. 


** KK * 


(b) A maintenance fee and any necessary surcharge submitted 
for a patent must be submitted in the amount due on the date 
the maintenance fee and any necessary surcharge are paid. A 
maintenance fee or surcharge may be paid in the manner set 
forth in § 1.23 or by an authorization to charge a deposit account 
established pursuant to § 1.25. Payment of a maintenance fee 
and any necessary surcharge or the authorization to charge a 
deposit account must be submitted within the periods set forth 
in § 1.362(d), (e), or (f). Any payment or authorization of 
maintenance fees and surcharges filed at any other time will 
not be accepted and will not serve as a payment of the mainte- 
nance fee except insofar as a delayed payment of the mainte- 
nance fee is accepted by the Commissioner in an expired patent 
pursuant to a petition filed under § 1.378. Any authorization 
to charge a deposit account must authorize the immediate char- 
ging of the maintenance fee and any necessary surcharge to 
the deposit account. Payment of less than the required amount, 
payment in a manner other than that set forth § 1.23, or in the 
filing of an authorization to charge a deposit account having 
insufficient funds will not constitute payment of a maintenance 
fee or surcharge on a patent. The procedures set forth in § 1.8 
or § 1.10 may be utilized in paying maintenance fees and any 
necessary surcharges. 


(c) In submitting maintenance fees and any necessary sur- 
charges, identification of the patents for which maintenance 
fees are being paid must include the following: 


(1) The patent number; and 


(2) The application number of the United States application 
for the patent on which the maintenance fee is being paid. 


(d) Payment of maintenance fees and any surcharges should 
identify the fee being paid for each patent as to whether it is 
the 3 1/2, 7 1/2, or 11 1/2-year fee, whether small entity status 
is being changed or claimed, the amount of the maintenance 
fee and any surcharge being paid, and any assigned customer 
number. If the maintenance fee and any necessary surcharge 
is being paid on a reissue patent, the payment must identify the 
reissue patent by reissue patent number and reissue application 
number as required by paragraph (c) of this section and should 
also include the original patent number. 


x *K KK * 


95. Section 1.377 is amended by revising paragraph (c) to read 
as follows: 


§ 1.377 Review of decision refusing to accept and record 
payment of a maintenance fee filed prior to expiration of 
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patent. 


xe KK 


(c) any petition filed under this section must comply with the 
requirements of § 1.181(b) and must be signed by an attorney or 
agent registered to practice before the Patent and Trademark 
Office, or by the patentee, the assignee, or other party in interest. 


96. Section 1.378 is amended by revising paragraph (d) to read 
as follows: 


§ 1.378 Acceptance of delayed payment of maintenance fee 
in expired patent to reinstate patent. 


* eK K * 


(d) Any petition under this section must be signed by an 
attorney or agent registered to practice before the Patent and 
Trademark Office, or by the patentee, the assignee, or other 
party in interest. 


** * *K * 


97. Section 1.425 is revised to read as follows: 


§ 1.425 Filing by other than inventor. 


Where an international application which designates the United 
States of America is filed and where one or more inventors 
refuse to sign the Request for the international application or 
cannot be found or reached after diligent effort, the Request 
need not be signed by such inventor if it is signed by another 
applicant. Such international application must be accompanied 
by a statement explaining to the satisfaction of the Commis- 
sioner the lack of the signature concerned. 


98. Section 1.484 is amended by revising paragraphs (d) through 
(f) to read as follows: 


§ 1.484 Conduct of international preliminary examination. 


** * *K * 


(d) The International Preliminary Examining Authority will 
establish a written opinion if any defect exists or if the claimed 
invention lacks novelty, inventive step or industrial applica- 
bility and will set a non-extendable time limit in the written 
opinion for the applicant to reply. 


(e) If no written opinion under paragraph (d) of this section 
is necessary, or after any written opinion and the reply thereto 
or the expiration of the time limit for reply to such written 
opinion, an international preliminary examination report will 
be established by the International Preliminary Examining 
Authority. One copy will be submitted to the International 
Bureau and one copy will be submitted to the applicant. 


(f) An applicant will be permitted a personal or telephone 
interview with the examiner, which must be conducted during 
the non-extendable time limit for reply by the applicant to a 
written opinion. Additional interviews may be conducted where 
the examiner determines that such additional interviews may be 
helpful to advancing the international preliminary examination 
procedure. A summary of any such personal or telephone inter- 
view must be filed by the applicant as a part of the reply to 
the written opinion or, if applicant files no reply, be made of 
record in the file by the examiner. 


99. Section 1.485 is amended by revising paragraph (a) to read 
as follows: 


§ 1.485 Amendments by applicant during international pre- 
liminary examination. 

(a) The applicant may make amendments at the time of filing 
of the Demand and within the time limit set by the International 
Preliminary Examining Authority for reply to any notification 
under § 1.484(b) or to any written opinion. Any such amend- 
ments must: 


(1) Be made by submitting a replacement sheet for every 
sheet of the application which differs from the sheet it replaces 
unless an entire sheet is cancelled; and 


(2) Include a description of how the replacement sheet differs 
from the replaced sheet. 
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100. Section 1.488 is amended by revising paragraph (b)(3) to 
read as follows: 


§ 1.488 Determination of unity of invention before the Inter- 
national Preliminary Examining Authority. 


* KK KK 


(b) * * * 


(3) If applicant fails to restrict the claims or pay additional fees 
within the time limit set for reply, the International Preliminary 
Examining Authority will issue a written opinion and/or estab- 
lish an international preliminary examination report on the main 
invention and shall indicate the relevant facts in the said report. 
In case of any doubt as to which invention is the main invention, 
the invention first mentioned in the claims and previously 
searched by an International Searching Authority shall be con- 
sidered the main invention. 


** KK * 


101. Section 1.492 is amended by adding a new paragraph (g) 
to read as follows: 


§ 1.492 National stage fees. 


xe KK * 


(g) If the additional fees required by paragraphs (b), (c), and 
(d) are not paid on presentation of the claims for which the 
additional fees are due, they must be paid or the claims cancelled 
by amendment, prior to the expiration of the time period set 
for reply by the Office in any notice of fee deficiency. 


102. Section 1.494 is amended by revising paragraph (c) to 
read as follows: 


§ 1.494 Entering the national stage in the United States of 
America as a Designated Office. 


* ee * * 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 20 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 20 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
for acceptance of the oath or declaration of the inventor later 
than the expiration of 20 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply thereto submitted to the Office. 


** * *K * 


103. Section 1.495 is amended by revising paragraph (c) to 
read as follows: 


§ 1.495 Entering the national stage in the United States of 
America as an Elected Office. 


** eK * 


(c) If applicant complies with paragraph (b) of this section 
before expiration of 30 months from the priority date but omits: 


(1) A translation of the international application, as filed, 
into the English language, if it was originally filed in another 
language (35 U.S.C. 371(c)(2)); and/or 


(2) The oath or declaration of the inventor (35 U.S.C. 
371(c)(4); see § 1.497), applicant will be so notified and given 
a period of time within which to file the translation and/or 
oath or declaration in order to prevent abandonment of the 
application. The payment of the processing fee set forth in § 
1.492(f) is required for acceptance of an English translation 
later than the expiration of 30 months after the priority date. 
The payment of the surcharge set forth in § 1.492(e) is required 
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for acceptance of the oath or declaration of the inventor later 
than the expiration of 30 months after the priority date. A copy 
of the notification mailed to applicant should accompany any 
reply there to submitted to the Office. 


x*AK KK 


104. Section 1.510 is amended by revising paragraph (e) to 
read as follows: 


§ 1.510 Request for reexamination. 
** KK * 

(e) A request filed by the patent owner may include a proposed 
amendment in accordance with § 1.530(d). 


x**xX KK * 


105. Section 1.530 is amended by removing paragraph (e) and 
revising its heading and paragraph (d) to read as follows: 


§ 1.530 Statement; amendment by patent owner. 


KKK 


(d) Amendments in reexamination proceedings. Amendments 
in reexamination proceedings are made by filing a paper, in 
compliance with paragraph (d)(5) of this section, directing that 
specified amendments be made. 

(1) Specification other than the claims. Amendments to the 


specification, other than to the claims, may only be made as 
follows: 


(i)Amendments must be made by submission of the entire 
text of a newly added or rewritten paragraph(s) with markings 
pursuant to paragraph (d)(1)(iii) of this section, except that an 
entire paragraph may be deleted by a statement deleting the 
paragraph without presentation of the text of the paragraph. 


(ii) The precise point in the specification must be indicated 
where the paragraph to be amended is located. 


(iii) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. 


(2) Claims. Amendments to the claims may only be made 
as follows: 


(i)(A) The amendment must be made relative to the patent 
claims in accordance with paragraph (d)(8) of this section and 
must include the entire text of each claim which is being pro- 
posed to be amended by the current amendment and each 
proposed new claim being added by the current amendment 
with markings pursuant to paragraph (d)(2)(i)(C) of this section, 
except that a patent claim or previously proposed new claim 
should be cancelled by a statement cancelling the patent claim 
or proposed new claim without presentation of the text of the 
patent claim or proposed new claim. 


(B) Patent claims must not be renumbered and the numbering 
of any new claims proposed to be added to the patent must 
follow the number of the highest numbered patent claim. 


(C) Underlining below the subject matter added to the patent 
and brackets around the subject matter deleted from the patent 
are to be used to mark the amendments being made. If a claim 
is amended pursuant to paragraph (d)(2)(i)(A) of this section, 
a parenthetical expression “amended,” “twice amended,” etc., 
should follow the original claim number. 


(ii) Each amendment submission must set forth the status 
(i.e., pending or cancelled) as of the date of the amendment, 
of all patent claims and of all new claims currently or previously 
proposed. 

(iii) Each amendment, when submitted for the first time, 
must be accompanied by an explanation of the support in the 
disclosure of the patent for the amendment along with any 
additional comments on page(s) separate from the page(s) con- 
taining the amendment. 


(3) No amendment may enlarge the scope of the claims of 
the patent or introduce new matter. No amendment may be 
proposed for entry in an expired patent. Moreover, no amend- 
ment will be incorporated into the patent by certificate issued 
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after the expiration of the patent. 


(4) Although the Office actions will treat proposed amend- 
ments as though they have been entered, the proposed amend- 
ments will not be effective until the reexamination certificate 
is issued. 

(5) The form of amendments other than to the patent drawings 
must be in accordance with the following requirements. All 
amendments must be in the English language and must be 
legibly written either by a typewriter or mechanical printer in 
at least 11 point type in permanent dark ink or its equivalent 
in portrait orientation on flexible, strong, smooth, non-shiny, 
durable, white paper. All amendments must be presented in a 
form having sufficient clarity and contrast between the paper 
and the writing thereon to permit the direct reproduction of 
readily legible copies in any number by use of photographic, 
electrostatic, photo-offset, and microfilming processes and 
electronic reproduction by use of digital imaging or optical 
character recognition. If the amendments are not of the required 
quality, substitute typewritten or mechanically printed papers 
of suitable quality will be required. The papers, including the 
drawings, must have each page plainly written on only one 
side of a sheet of paper. The sheets of paper must be the same 
size and either 21.0 cm. by 29.7 cm. (DIN sizeA4) or 21.6 cm. 
by 27.9 cm. (8 and 1/2 by 11 inches). Each sheet must include 
a top margin of at least 2.0 cm. (3/4 inch), a left side margin 
of at least 2.5 cm. (1 inch), a right side margin of at least 2.0 
cm. (3/4 inch), and a bottom margin of at least 2.0 cm. (3/4 
inch), and no holes should be made in the sheets as submitted. 
The lines must be double spaced, or one and one-half spaced. 
The pages must be numbered consecutively, starting with 1, 
the numbers being centrally located, preferably below the text, 
or above the text. 


(6) Drawings. 


(i) The original patent drawing sheets may not be altered. 
Any proposed change to the patent drawings must be by way 
of a new sheet of drawings with the amended figures identified 
as “amended” and with added figures identified as “new” for 
each sheet change submitted in compliance with § 1.84. 


(ii) Where a change to the drawings is desired, a sketch in 
permanent ink showing proposed changes in red, to become 
part of the record, must be filed for approval by the examiner 
and should be in a separate paper. 


(7) The disclosure must be amended, when required by the 
Office, to correct inaccuracies of description and definition and 
to secure substantial correspondence between the claims, the 
remainder of the specification, and the drawings. 


(8) All amendments to the patent must be made relative to 
the patent specification, including the claims, and drawings, 
which is in effect as of the date of filing of the request for 
reexamination. 


106. Section 1.550 is amended by revising paragraphs (a), (b) 
and (e) to read as follows: 


§ 1.550 Conduct of reexamination proceedings. 


(a) All reexamination proceedings, including any appeals to 
the Board of Patent Appeals and Interferences, will be con- 
ducted with special dispatch within the Office. After issuance 
of the reexamination order and expiration of the time for submit- 
ting any responses thereto, the examination will be conducted 
in accordance with §§ 1.104, 1.110 through 1.113 and 1.116, 
and will result in the issuance of a reexamination certificate 
under § 1.570. 


(b) The patent owner will be given at least thirty days to 
respond to any Office action. Such response may include further 
statements in response to any rejections or proposed amend- 
ments or new claims to place the patent in a condition where 
all claims, if amended as proposed, would be patentable. 


*x* kK KK 


(e) The reexamination requester will be sent copies of Office 
actions issued during the reexamination proceeding. After filing 
of a request for reexamination by a third party requester, any 
document filed by either the patent owner or the third party 
requester must be served on the other party in the reexamination 
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proceeding in the manner provided by § 1.248. The document 
must reflect service or the document may be refused consider- 
ation by the Office. 


(1) The active participation of the reexamination requester 
ends with the reply pursuant to § 1.535, and no further submis- 
sions on behalf of the reexamination requester will be acknowl- 
edged or considered. Further, no submissions on behalf of any 
third parties will be acknowledged or considered unless such 
submissions are: 


(i) In accordance with § 1.510; or 


(ii) Entered in the patent file prior to the date of the order 
to reexamine pursuant to § 1.525. 


(2) Submissions by third parties, filed after the date of 
the order to reexamine pursuant to § 1.525, must meet the 
requirements of and will be treated in accordance with § 
1.501(a). 


107. Section 1.770 is revised to read as follows: 


§ 1.770 Express withdrawal of application for extension of 
patent term. 


An application for extension of patent term may be expressly 
withdrawn before a determination is made pursuant to § 1.750 
by filing in the Office, in duplicate, a written declaration of 
withdrawal signed by the owner of record of the patent or its 
agent. An application may not be expressly withdrawn after 
the date permitted for reply to the final determination on the 
application. An express withdrawal pursuant to this section is 
effective when acknowledged in writing by the Office. The 
filing of an express withdrawal pursuant to this section and its 
acceptance by the Office does not entitle applicant to a refund 
of the filing fee (§ 1.20(j)) or any portion thereof. 


108. Section 1.785 is amended by revising paragraph (d) to 
read as follows: 


§ 1.785 Multiple applications for extension of term of the 


same patent or of different patents for the same regulatory 
review period for a product. 


KKK KX 


(d) An application for extension shall be considered complete 
and formal regardless of whether it contains the identification 
of the holder of the regulatory approval granted with respect 
to the regulatory review period. When an application contains 
such information, or is amended to contain such information, 
it will be considered in determining whether an application is 
eligible for an extension under this section. A request may be 
made of any applicant to supply such information within a 
non-extendable period of not less than one month whenever 
multiple applications for extension of more than one patent are 
received and rely upon the same regulatory review period. 
Failure to provide such information within the period for reply 
set shall be regarded as conclusively establishing that the appli- 
cant is not the holder of the regulatory approval. 


* eK K * 


109. Section 1.804 is amended by revising paragraph (b) to 
read as follows: 


§ 1.804 Time of making an original deposit. 


KKK KK 


(b) When the original deposit is made after the effective 
filing date of an application for patent, the applicant must 
promptly submit a statement from a person in a position to 
corroborate the fact, stating that the biological material which 
is deposited is a biological material specifically identified in 
the application as filed. 

110. Section 1.805 is amended by revising paragraph (c) to 
read as follows: 


§ 1.805 Replacement or supplement of deposit. 


* * KK *K 


(c) A request for a certificate of correction under this section 
shall not be granted unless the request is made promptly after 
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the replacement or supplemental deposit has been made and 
the request: 


(1) Includes a statement of the reason for making the replace- 
ment or supplemental deposit; 


(2) Includes a statement from a person in a position to corrobo- 
rate the fact, and stating that the replacement or supplemental 
deposit is of a biological material which is identical to that 
originally deposited; 


(3) Includes a showing that the patent owner acted 
diligently — 


(i) In the case of a replacement deposit, in making the deposit 
after receiving notice that samples could no longer be furnished 
from an earlier deposit; or 


(ii) In the case of a supplemental deposit, in making the 
deposit after receiving notice that the earlier deposit had become 
contaminated or had lost its capability to function as described 
in the specification; 


(4) Includes a statement that the term of the replacement or 
supplemental deposit expires no earlier than the term of the 
deposit being replaced or supplemented; and 


(5) Otherwise establishes compliance with these regulations. 


* * * K * 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


111. The authority citation for 37 CFR Part 3 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


112. Section 3.11 is revised to read as follows: 


§ 3.11 Documents which will be recorded. 


(a) Assignments of applications, patents, and registrations, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this part or at the discretion 
of the Commissioner. 


(b) Executive Order 9424 of February 18, 1944 (9 FR 
1959, 3 CFR 1943-1948 Comp., p. 303) requires the several 
departments and other executive agencies of the Government, 
including Government-owned or Government-controlled cor- 
porations, to forward promptly to the Commissioner of Patents 
and Trademarks for recording all licenses, assignments, or other 
interests of the Government in or under patents or patent appli- 
cations. Assignments and other documents affecting title to 
patents or patent applications and documents not affecting title 
to patents or patent applications required by Executive Order 
9424 to be filed will be recorded as provided in this part. 


113. Section 3.21 is revised to read as follows: 


§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent by 
the patent number. An assignment relating to a national patent 
application must identify the national patent application by the 
application number (consisting of the series code and the serial 
number, e.g., 07/123,456). An assignment relating to an interna- 
tional patent application which designates the United States 
of America must identify the international application by the 
international application number (e.g., PCT/US90/01234). If 
an assignment of a patent application filed under § 1.53(b) is 
executed concurrently with, or subsequent to, the execution of 
the patent application, but before the patent application is filed, 
it must identify the patent application by its date of execution, 
name of each inventor, and title of the invention so that there 
can be no mistake as to the patent application intended. If 
an assignment of a provisional application under § 1.53(c) is 
executed before the provisional application is filed, it must 
identify the provisional application by name of each inventor 
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and title of the invention so that there can be no mistake as to 
the provisional application intended. 


114. Section 3.26 is revised to read as follows: 


§ 3.26 English language requirement. 


The Office will accept and record non-English language docu- 
ments only if accompanied by an English translation signed 
by the individual making the translation. 


115. Section 3.27 is revised to read as follows: 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


(a) Except as provided in paragraph (b) of this section, 
documents and cover sheets to be recorded should be addressed 
to the Commissioner of Patents and Trademarks, Box Assign- 
ment, Washington, D.C. 20231, unless they are filed together 
with new applications or with a petition under § 3.81(b). 


(b) A document required by Executive Order 9424 to be 
filed which does not affect title and is so identified in the cover 
sheet (see § 3.31(c)(2)) must be addressed and mailed to the 
Commissioner of Patents and Trademarks, Box Government 
Interest, Washington, D.C. 20231. 


116. Section 3.31 is amended by adding paragraph (c) to read 
as follows: 


§ 3.31 Cover sheet content. 


* * * * * 


(c) Each patent cover sheet required by § 3.28 seeking to 
record a governmental interest as provided by § 3.11(b) must: 


(1) Indicate that the document is to be recorded on the 
Governmental Register, and, if applicable, that the document 
is to be recorded on the Secret Register (see § 3.58); and 


(2) Indicate, if applicable, that the document to be recorded 
is not a document affecting title (see § 3.41(b)). 


117. Section 3.41 is revised to read as follows: 


§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of this 
chapter for patents and in § 2.6(q) of this chapter for trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see§ 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with§ 3.27(b). 


118. Section 3.51 is revised to read as follows: 


§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The procedure set forth in § 1.8 or 
§ 1.10 of this chapter may be used for resubmissions of returned 
papers to have the benefit of the date of deposit in the United 
States Postal Service. If the returned papers are not corrected 
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and resubmitted within the specified period, the date of filing 
of the corrected papers will be considered to be the date of 
recording of the document. The specified period to resubmit 
the returned papers will not be extended. 


119. Section 3.58 is added to read as follows: 


§ 3.58 Governmental registers. 


(a) The Office will maintain a Departmental Register to 
record governmental interests required to be recorded by Execu- 
tive Order 9424. This Departmental Register will not be open 
to public inspection but will be available for examination and 
inspection by dulyauthorized representatives of the Govern- 
ment. Governmental interests recorded on the Departmental 
Register will be available for public inspection as provided in 
§ 1.12. 

(b) The Office will maintain a Secret Register to record 
governmental interests required to be recorded by Executive 
Order 9424. Any instrument to be recorded will be placed on 
this Secret Register at the request of the department or agency 
submitting the same. No information will be given concerning 
any instrument in such record or register, and no examination 
or inspection thereof or of the index thereto will be permitted, 
except on the written authority of the head of the department 
or agency which submitted the instrument and requested 
secrecy, and the approval of such authority by the Commis- 
sioner of Patents and Trademarks. No instrument or record 
other than the one specified may be examined, and the examina- 
tion must take place in the presence of a designated official of 
the Patent and Trademark Office. When the department or 
agency which submitted an instrument no longer requires 
secrecy with respect to that instrument, it must be recorded 
anew in the Departmental Register. 


120. The undesignated center heading in Part 3 - Assignment, 
Recording and Rights of Assignee, following § 3.61 is revised 
to read as follows: 


ACTION TAKEN BY ASSIGNEE 


121. Section 3.73 is amended by revising its heading and para- 
graph (b) to read as follows: 


§ 3.73 Establishing right of assignee to take action. 


x**K KK * 


(b) When an assignee seeks to take action in a matter 
before the Office with respect to a patent application, trademark 
application, patent, registration, or reexamination proceeding, 
the assignee must establish its ownership of the property to 
the satisfaction of the Commissioner. Ownership is established 
by submitting to the Office, in the Office file related to the 
matter in which action is sought to be taken, documentary 
evidence of a chain of title from the original owner to the 
assignee (e.g., copy of an executed assignment submitted for- 
recording) or by specifying (e.g., reel and frame number) where 
such evidence is recorded in the Office. The submission estab- 
lishing ownership must be signed by a party authorized to act 
on behalf of the assignee. Documents submitted to establish 
ownership may be required to be recorded as a condition to 
permitting the assignee to take action in a matter pending before 
the Office. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


122. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq.; the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq.; and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq.; and the delegations 
in the regulations under these Acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


123. Section 5.1 and its heading are revised to read as follows: 
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§ 5.1 Correspondence. 


All correspondence in connection with this part, including peti- 
tions, must be addressed to “Assistant Commissioner for Patents 
(Attention Licensing and Review), Washington, DC 20231.” 


124. Section 5.2 is amended by removing paragraphs (c) and 
(d) and revising paragraph (b)to read as follows: 


§ 5.2 Secrecy order. 


xe KK 


(b) Any request for compensation as provided in 35 U.S.C. 
183 must not be made to the Patent and Trademark Office, but 
directly to the department or agency which caused the secrecy 
order to be issued. 


125. Section 5.3 is amended by revising paragraph (c) to read 
as follows: 


§ 5.3 Prosecution of application under secrecy orders; with- 
holding patent. 


** KK * 


(c) When the national application is found to be in condition 
for allowance except for the secrecy order the applicant and 
the agency which caused the secrecy order to be issued will 
be notified. This notice (which is not a notice of allowance 
under § 1.311 of this chapter) does not require reply by the 
applicant and places the national application in a condition of 
suspension until the secrecy order is removed. When the secrecy 
order is removed the Patent and Trademark Office will issue 
a notice of allowance under § 1.311 of this chapter, or take 
such other action as may then be warranted. 


KKK KX 


126. Section 5.4 is amended by revising paragraphs (a) and 
(d) to read as follows: 


§ 5.4 Petition for rescission of secrecy order. 


(a) A petition for rescission or removal of a secrecy order 
may be filed by, or on behalf of, any principal affected thereby. 
Such petition may be in letter form, and it must be in duplicate. 


* * KK * 


(d) Appeal to the Secretary of Commerce, as provided by 
35 U.S.C. 181, from a secrecy order cannot be taken until after 
a petition for rescission of the secrecy order has been made 
and denied. Appeal must be taken within sixty days from the 
date of the denial, and the party appealing, as well as the 
department or agency which caused the order to be issued, will 
be notified of the time and place of hearing. 


127. Section 5.5 is amended by revising paragraphs (b) and 
(e) to read as follows: 


§ 5.5 Permit to disclose or modification of secrecy order. 


* eK KK 


(b) Petitions for a permit or modification must fully recite 
the reason or purpose for the proposed disclosure. Where any 
proposed disclosee is known to be cleared by a defense agency 
to receive classified information, adequate explanation of such 
clearance should be made in the petition including the name 
of the agency or department granting the clearance and the 
date and degree thereof. The petition must be filed in duplicate. 


* * KK * 


(e) Organizations requiring consent for disclosure of applica- 
tions under secrecy order to persons or organizations in connec- 
tion with repeated routine operation may petition for such 
consent in the form of a general permit. To be successful such 
petitions must ordinarily recite the security clearance status of 
the disclosees as sufficient for the highest classification of 
material that may be involved. 


128. Section 5.6 is removed and reserved. 
§ 5.6 [Reserved] 
129. Section 5.7 is removed and reserved. 
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§ 5.7 [Reserved] 


130. Section 5.8 is removed and reserved. 


§ 5.8 [Reserved] 


131. Section 5.11 is amended by revising paragraphs (b), (c) 
and (e)(3) to read as follows: 


§ 5.11 License for filing in a foreign country an application 
on an invention made in the United States or for transmit- 
ting international application. 


KK KKK 


(b) The license from the Commissioner of Patents and 
Trademarks referred to in paragraph (a) would also authorize 
the export of technical data abroad for purposes relating to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application without separately complying with the regu- 
lations contained in 22 CFR Parts 121 through 130 (Interna- 
tional Traffic in Arms Regulations of the Department of State), 
15 CFR Part 779 (Regulations of the Office of Export Adminis- 
tration, International Trade Administration, Department of 
Commerce) and 10 CFR Part 810 (Foreign Atomic Energy 
Programs of the Department of Energy). 


(c) Where technical data in the form of a patent application, 
or in any form, is being exported for purposes related to the 
preparation, filing or possible filing and prosecution of a foreign 
patent application, without the license from the Commissioner 
of Patents and Trademarks referred to in paragraphs (a) or (b) 
of this section, or on an invention not made in the United 
States, the export regulations contained in 22 CFR Parts 120 
through 130 (International Traffic in Arms Regulations of the 
Department of State), 15 CFR Parts 768-799 (Export Adminis- 
tration Regulations of the Department of Commerce) and 10 
CFR Part 810 (Assistance to Foreign Atomic Energy Activities 
Regulations of the Department of Energy) must be complied 
with unless a license is not required because a United States 
application was on file at the time of export for at least six 
months without a secrecy order under § 5.2 being placed 
thereon. The term “exported” means export as it is defined in 
22 CFR Part 120, 15 CFR Part 779 and activities covered by 
10 CFR Part 810. 


KKK KX 


(e) * * * 


(3) For subsequent modifications, amendments and supple- 
ments containing additional subject matter to, or divisions of, 
a foreign patent application if: 


(i) A license is not, or was not, required under paragraph 
(e)(2) of this section for the foreign patent application; 


(ii) The corresponding United States application was not 
required to be made available for inspection under 35 U.S.C. 
181; and 


(iii) Such modifications, amendments, and supplements do 
not, or did not, change the general nature of the invention in 
a manner which would require any corresponding United States 
application to be or have been available for inspection under 
35 U.S.C. 181. 


KKKKX 

132. Section 5.12 is amended by revising paragraph (b) to read 
as follows: 

§ 5.12 Petition for license. 


x KKK * 


(b) Petitions for license should be presented in letter form, 
and must include the petitioner’s address and full instructions 
for delivery of the requested license when it is to be delivered 
to other than the petitioner. If expedited handling of the petition 
under this paragraph is sought, the petition must also include 
the fee set forth in § 1.17(h). 


133. Section 5.13 is revised to read as follows: 


§ 5.13 Petition for license; no corresponding application. 
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If no corresponding national or international application has 
been filed in the United States, the petition for license under 
§ 5.12(b) must also be accompanied by a legible copy of the 
material upon which a license is desired. This copy will be 
retained as a measure of the license granted. 


134. Section 5.14 is amended by revising paragraph (a) to read 
as follows: 


§ 5.14 Petition for license; corresponding U.S. application. 


(a) When there is a corresponding United States application 
on file, a petition for license under § 5.12(b) must also identify 
this application by application number, filing date, inventor, 
and title, but a copy of the material upon which the license is 
desired is not required. The subject matter licensed will be 
measured by the disclosure of the United States application. 


** KK * 


135. Section 5.15 is amended by revising paragraph (a), (b), 
(c) and (e) to read as follows: 


§ 5.15 Scope of license. 


(a) Applications or other materials reviewed pursuant to §§ 
5.12 through 5.14, which were not required to be made available 
for inspection by defense agencies under 35 U.S.C. 181, will 
be eligible for a license of the scope provided in this paragraph. 
This license permits subsequent modifications, amendments, 
and supplements containing additional subject matter to, or 
divisions of, a foreign patent application, if such changes to 
the application do not alter the general nature of the invention 
in a manner which would require the United States application 
to have been made available for inspection under 35 U.S.C. 
181. Grant of this license authorizing the export and filing of 
an application in a foreign country or the transmitting of an 
international application to any foreign patent agency or inter- 
national patent agency when the subject matter of the foreign 
or international application corresponds to that of the domestic 
application. This license includes authority: 


(1) To export and file all duplicate and formal application 
papers in foreign countries or with international agencies; 


(2) To make amendments, modifications, and supplements, 
including divisions, changes or supporting matter consisting 
of the illustration, exemplification, comparison, or explanation 
of subject matter disclosed in the application; and 


(3) To take any action in the prosecution of the foreign or 
international application provided that the adding of subject 
matter or taking of any action under paragraphs (a)(1) or (2) of 
this section does not change the general nature of the invention 
disclosed in the application in a manner which would require 
such application to have been made available for inspection 
under 35 U.S.C. 181 by including technical data pertaining to: 


(i) Defense services or articles designated in the United 
States Munitions List applicable at the time of foreign filing, 
the unlicensed exportation of which is prohibited pursuant to 
the Arms Export Control Act, as amended, and 22 CFR Parts 
121 through 130; or 


(ii) Restricted Data, sensitive nuclear technology or tech- 
nology useful in the production or utilization of special nuclear 
material or atomic energy, dissemination of which is subject 
to restrictions of the Atomic Energy Act of 1954, as amended, 
and the Nuclear Non-Proliferation Act of 1978, as implemented 
by the regulations for Unclassified Activities in Foreign Atomic 
Energy Programs, 10 CFR Part 810, in effect at the time of 
foreign filing. 


* KKK * 


(b) Applications or other materials which were required to 
be made available for inspection under 35 U.S.C. 181 will be 
eligible for a license of the scope provided in this paragraph. 
Grant of this license authorizes the export and filing of an 
application in a foreign country or the transmitting of an interna- 
tional application to any foreign patent agency or international 
patent agency. Further, this license includes authority to export 
and file all duplicate and formal papers in foreign countries or 
with foreign and international patent agencies and to make 
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amendments, modifications, and supplements to, file divisions 
of, and take any action in the prosecution of the foreign or 
international application, provided subject matter additional to 
that covered by the license is not involved. 


(c) A license granted under § 5.12(b) pursuant to § 5.13 or 
§ 5.14 shall have the scope indicated in paragraph (a) of this 
section, if it is so specified in the license. A petition, accompa- 
nied by the required fee (§ 1.17(h)), may also be filed to change 
a license having the scope indicated in paragraph (b) of this 
section to a license having the scope indicated in paragraph 
(a) of this section. No such petition will be granted if the copy 
of the material filed pursuant to § 5.13 or any corresponding 
United States application was required to be made available 
for inspection under 35 U.S.C. 181. The change in the scope 
of a license will be effective as of the date of the grant of the 
petition. 


**e KK * 


(e) any paper filed abroad or transmitted to an international 
patent agency following the filing of a foreign or international 
application which changes the general nature of the subject 
matter disclosed at the time of filing in a manner which would 
require such application to have been made available for inspec- 
tion under 35 U.S.C. 181 or which involves the disclosure of 
subject matter listed in paragraphs (a)(3)(i) or (ii) of this section 
must be separately licensed in the same manner as a foreign 
or international application. Further, if no license has been 
granted under § 5.12(a) on filing the corresponding United 
States application, any paper filed abroad or with an interna- 
tional patent agency which involves the disclosure of additional 
subject matter must be licensed in the same manner as a foreign 
or international application. 


KK KK * 


136. Section 5.16 is removed and reserved. 

§ 5.16 [Reserved] 

137. Section 5.17 is removed and reserved. 

§ 5.17 [Reserved] 

138. Section 5.18 is revised to read as follows: 

§ 5.18 Arms, ammunition, and implements of war. 


(a) The exportation of technical data relating to arms, ammuni- 
tion, and implements of war generally is subject to the Interna- 
tional Traffic in Arms Regulations of the Department of State 
(22 CFR Parts 120 through 130); the articles designated as 
arms, ammunitions, and implements of war are enumerated in 
the U.S. Munitions List (22 CFR Part 121). However, if a 
patent applicant complies with regulations issued by the Com- 
missioner of Patents and Trademarks under 35 U.S.C. 184, no 
separate approval from the Department of State is required 
unless the applicant seeks to export technical data exceeding 
that used to support a patent application in a foreign country. 
This exemption from Department of State regulations is appli- 
cable regardless of whether a license from the Commissioner 
is required by the provisions of §§ 5.11 and 5.12 (22 CFR Part 
125). 


(b) When a patent application containing subject matter on 
the Munitions List (22 CFR Part 121) is subject to a secrecy 
order under § 5.2 and a petition is made under § 5.5 for a 
modification of the secrecy order to permit filing abroad, a 
separate request to the Department of State for authority to 
export classified information is not required (22 CFR Part 125). 


139. Section 5.19 is revised to read as follows: 


§ 5.19. Export of technical data. 


(a) Under regulations (15 CFR 770.10(j)) established by the 
Department of Commerce, a license is not required in any case 
to file a patent application or part thereof in a foreign country 
if the foreign filing is in accordance with the regulations (§§ 
5.11 through 5.25) of the Patent and Trademark Office. 
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(b) An export license is not required for data contained 
in a patent application prepared wholly from foreign-origin 
technical data where such application is being sent to the foreign 
inventor to be executed and returned to the United States for 
subsequent filing in the U.S. Patent and Trademark Office (15 
CFR 779A.3(e)). 


140. Section 5.20 is revised to read as follows: 


§ 5.20 Export of technical data relating to sensitive nuclear 
technology. 


Under regulations (10 CFR 810.7) established by the United 
States Department of Energy, an application filed in accordance 
with the regulations (§§ 5.11 through 5.25) of the Patent and 
Trademark Office and eligible for foreign filing under 35 U.S.C. 
184, is considered to be information available to the public 
in published form and a generally authorized activity for the 
purposes of the Department of Energy regulations. 


141. Section 5.25 is amended by removing paragraph (c). 
142. Section 5.31 is removed and reserved. 

§ 5.31 [Reserved] 

143. Section 5.32 is removed and reserved. 

§ 5.32 [Reserved] 

144. Section 5.33 is removed and reserved. 

§ 5.33 [Reserved] 


PART 7 - REGISTER OF GOVERNMENT INTERESTS 
IN PATENTS 


145. Part 7 is removed and reserved. 


Part 7 [Reserved] 


PART 10 - REPRESENTATION OF OTHERS BEFORE 
THE PATENT AND TRADEMARK OFFICE 


146. The authority citation for 37 CFR Part 10 continues to 
tead as follows: 


Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35 U.S.C. 6, 31, 
32, 41. 


147. Section 10.18 and its heading are revised to read as follows: 


§ 10.18 Signature and certificate for correspondence filed 
in the Patent and Trademark Office. 


(a) For all documents filed in the Office in patent, trademark, 
and other non-patent matters, except for correspondence that 
is required to be signed by the applicant or party, each piece 
of correspondence filed by a practitioner in the Patent and 
Trademark Office must bear a signature, personally signed by 
such practitioner, in compliance with § 1.4(d)(1) of this chapter. 


(b) By presenting to the Office (whether by signing, filing, 
submitting, or later advocating) any paper, the party presenting 
such paper, whether a practitioner or non-practitioner, is certi- 
fying that — 


(1) All statements made therein of the party’s own knowledge 
are true, all statements made therein on information and belief 
are believed to be true, and all statements made therein are 
made with the knowledge that whoever, in any matter within 
the jurisdiction of the Patent and Trademark Office, knowingly 
and willfully falsifies, conceals, or covers up by any trick, 
scheme, or device a material fact, or makes any false, fictitious 
or fraudulent statements or representations, or makes or uses 
any false writing or document knowing the same to contain 
any false, fictitious or fraudulent statement or entry, shall be 
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subject to the penalties set forth under 18 U.S.C. 1001, and 
that violations of this paragraph may jeopardize the validity of 
the application or document, or the validity or enforceability 
of any patent, trademark registration, or certificate resulting 
therefrom; and 


(2) To the best of the party’s knowledge, information and 
belief, formed after an inquiry reasonable under the circum- 
stances, that— 


(i) The paper is not being presented for any improper purpose, 
such as to harass someone or to cause unnecessary delay or 
needless increase in the cost of prosecution before the Office; 


(ii) The claims and other legal contentions therein are war- 
ranted by existing law or by a nonfrivolous argument for the 
extension, modification, or reversal of existing law or the estab- 
lishment of new law; 


(iii) The allegations and other factual contentions have eviden- 
tiary support or, if specifically so identified, are likely to have 
evidentiary support after a reasonable opportunity for further 
investigation or discovery; and 


(iv) The denials of factual contentions are warranted on the 
evidence, or if specifically so identified, are reasonably based 
on a lack of information or belief. 


(c) Violations of paragraph (b)(1) of this section by a prac- 
titioner or non-practitionermay jeopardize the validity of the 
application or document, or the validity or enforceability of any 
patent, trademark registration, or certificate resulting therefrom. 
Violations of any of paragraphs (b)(2)(i) through (iv) of this 
section are, after notice and reasonable opportunity to respond, 
subject to such sanctions as deemed appropriate by the Commis- 
sioner, or the Commissioner’s designee, which may include, 
but are not limited to, any combination of — 


(1) Holding certain facts to have been established; 


(2) Returning papers; 


(3) Precluding a party from filing a paper, or presenting or 
contesting an issue; 


(4) Imposing a monetary sanction; 


(5) Requiring a terminal disclaimer for the period of the 
delay; or 


(6) Terminating the proceedings in the Patent and Trademark 
Office. 


(d) Any practitioner violating the provisions of this section 
may also be subject to disciplinary action. See § 10.23(c)(15). 


148. Section 10.23 is amended by revising paragraph (c)(15) 
to read as follows: 


§ 10.23 Misconduct. 


(c) * * * 


(15) Signing a paper filed in the Office in violation of the 
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pro-visions of § 10.18 or making a scandalous or indecent - 


statement in a paper filed in the Office. 


x** ke * * 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


September 26, 1997 
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Department of Commerce 
Patent and Trademark Office 


37 CFR Parts 1, 2, 5 and 10 
[Docket No. 951006247-6255-02] 
RIN 0651-AA70 


Communications with the Patent and Trademark Office 
Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule. 


Summary: The Patent and Trademark Office (Office) is 
amending its rules of practice to (1) specify addresses for 
agency mail to expedite mail delivery, (2) define “Federal 
holiday within the District of Columbia,” (3) clarify and sim- 
plify procedures for filing papers and fees by “Express Mail,” 
and (4) remove certain exclusions from § 1.8(a)(2)(ii) to permit 
additional trademark documents to be considered timely filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1). 


Effective Date: December 2, 1996. 


For Further Information Contact: Lawrence E. Anderson (for 
patent-related matters) by telephone at (703) 305-9285, by 
electronic mail at landerso@uspto.gov, or by mail to his atten- 
tion addressed to the Assistant Commissioner for Patents, Box 
DAC, Washington, D.C. 20231; or Nancy L. Omelko (for 
trademark-related matters) by telephone at (703) 308-8910, 
extension 39, or by mail marked to her attention and addressed 
to the Assistant Commissioner for Trademarks, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 


Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register at 57 FR 55691 
(November 2, 1995) and in the Patent and Trademark Office 
Official Gazette at 1180 Off. Gaz. Pat. Office 122 (November 
28, 1995), the Office proposed to change addresses for corre- 
spondence with the Office to reflect the creation of a mailroom 
site at the South Tower Building for processing most trademark- 
related mail; to distinguish correspondence intended for organi- 
zations reporting to the Assistant Commissioner for Patents 
from other correspondence; to add a separate mailing address 
in the Office of the Solicitor for disciplinary matters; and to 
delete the requirement for a certificate of mailing by Express 
Mail from § 1.10(b). 


The following includes a discussion of the rules being 
changed, the reasons for those changes, and an analysis of 
the comments received in response to the Notice of Proposed 
Rulemaking. 


General Mailing Addresses 


The Office will now have three separate general mailing 
addresses: (1) Assistant Commissioner for Patents for corre- 
spondence processed by organizations reporting to the Assistant 
Commissioner for Patents, except for patent documents sent 
to the Assignment Division for recordation and requests for 
certified and uncertified copies of patent documents, which 
should be addressed to the Commissioner of Patents and Trade- 
marks; (2) Assistant Commissioner for Trademarks for all trade- 
mark-related mail, except for trademark documents sent to the 
Assignment Division for recordation and requests for certified 
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and uncertified copies of trademark documents, which should 
be addressed to the Commissioner of Patents and Trademarks; 
and (3) Commissioner of Patents and Trademarks for all other 
correspondence. In addition, there will be separate mailing 
addresses in the Office of the Solicitor for certain disciplinary 
matters and cases involving pending litigation. These addresses 
are set forth and discussed below. 


Those who correspond with the Office are requested to use 
separate envelopes directed to the different areas. 


Patent-Related Mail 


Section 1.1 is amended to provide for correspondence which 
is processed by organizations reporting to the Assistant Com- 
missioner for Patents to be addressed to the “Assistant Commis- 
sioner for Patents, Washington, D.C. 20231.” The Office first 
announced the new address for patent-related mail in a notice 
entitled “Change of Address for Patent Applications and Patent 
Related Papers,” published in the Patents Official Gazette at 
1173 Off. Gaz. Pat. Office 13 (April 4, 1995). 


This change will affect correspondence such as: patent appli- 
cations, responses to notices of informality, requests for exten- 
sion of time, notices of appeal to the Board of Patent Appeals 
and Interferences (the Board), briefs in support of an appeal 
to the Board, requests for oral hearing before the Board, exten- 
sions of term of patent, requests for reexamination, statutory 
disclaimers, certificates of correction, petitions to the Commis- 
sioner, submission of information disclosure statements, peti- 
tions to institute a public use proceeding, petitions to revive 
abandoned patent applications, and other correspondence 
related to patent applications and patents which is processed 
by organizations reporting to the Assistant Commissioner for 
Patents. When patent-related documents are filed with a certifi- 
cate of mailing, pursuant to § 1.8, the certificate of mailing 
should be completed with the new address: Assistant Commis- 
sioner for Patents, Washington, D.C. 20231. 


Unless otherwise specified, correspondence not processed 
by organizations reporting to the Assistant Commissioner for 
Patents, such as communications with the Board (excluding 
Notices of Appeal and appeal briefs), patent services including 
patent copy sales, assignments, requests for lists of patents and 
SIRs in a subclass, requests for the status of maintenance fee 
payments, as well as patent practitioner enrollment matters 
including admission to examination, registration to practice, 
certificates of good standing, and financial service matters 
including establishing a deposit account should continue to be 
addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. Documents to be recorded with the 
Assignment Division, except those filed with new applications, 
should be addressed to: Box Assignment, Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. Orders for 
certified and uncertified copies of Office documents should be 
addressed to: Box 10, Commissioner of Patents and Trade- 
marks, Washington, D.C. 20231. 


Special Office mail boxes as currently listed in each issue 
of the Patents Official Gazette should continue to be used to 
allow forwarding of particular types of mail to the appropriate 
areas as quickly as possible. Use of special box designations 
will facilitate the Office’s timely and accurate identification 
and processing of the designated correspondence. 


Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


Trademark-Related Mail 


Most trademark-related mail should be sent directly to the 
Trademark Operation at: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513. 
When trademark-related documents are filed with a certificate 
of mailing, pursuant to § 1.8, the certificate of mailing should 
be completed with the new address: Assistant Commissioner 
for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513. Use of the correct address will avoid processing delays. 
Trademark documents to be recorded with the Assignment 
Division, except those filed with new applications, should be 
addressed to: Box Assignment, Commissioner of Patents and 
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Trademarks, Washington, D.C. 20231. Orders for certified and 
uncertified copies of trademark documents should be addressed 
to: Box 10, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231. 


The Office announced the new address for trademark-related 
mail in a notice entitled “Change of Address for Trademark 
Applications and Trademark Related Papers,” published in the 
Federal Register at 59 FR 29275 (June 6, 1994) and in the 
Trademarks Official Gazette at 1163 Off. Gaz. Trademark 
Office 80 (June 28, 1994) (republished at 1170 Off. Gaz. Pat. 
Office 303 (January 3, 1995)). 


The Office will continue to maintain the special box designa- 
tions and FEE/NO FEE indicators for trademark mail as cur- 
rently listed in each issue of the Trademarks Official Gazette. 
Use of the boxes is encouraged, to expedite processing of 
incoming mail. 

Checks should continue to be made payable to the Commis- 
sioner of Patents and Trademarks. 


Mail intended for the Trademark Trial and Appeal Board 
should be addressed to: Assistant Commissioner for Trade- 
marks, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
including BOX TTAB/FEE or BOX TTAB/NO FEE, which- 
ever is applicable. 


Hand-Carried Correspondence 


All correspondence with the Office, except for communica- 
tions relating to pending litigation as specified in amended § 
1.1(a)(3)(i), may continue to be filed directly at the Attorney’s 
Window located in Room 1B03 of Crystal Plaza Building 2, 
2011 South Clark Place, Arlington, Virginia. Trademark-related 
papers may also be filed at the “walk-up” window located on 
the third floor of the South Tower Building, 2900 Crystal Drive, 
Arlington, Virginia. Hand delivery of trademark papers and 
fees directly to the South Tower Building is recommended, to 
expedite processing. 


Trademark Documents Filed With Certificates of Mailing 
or Transmission Under § 1.8 


The Office is amending § 1.8(a)(2) to remove the exclusions 
listed in § 1.8(a)(2)(ii)(B) through (F). This will permit the 
following trademark documents to be considered timely filed 
if they are mailed or transmitted by the due date and in compli- 
ance with § 1.8(a)(1): (1) affidavits of continued use or excus- 
able non-use, under 15 U.S.C. 1058; (2) renewal applications, 
under 15 U.S.C. 1059; (3) amendments to allege use, under 
15 U.S.C. 1051(c); (4) statements of use, under 15 U.S.C. 
1051(d)(1); (5) requests for extensions of time to file a statement 
of use, under 15 U.S.C. 1051(d)(2); and (6) petitions to cancel 
registered marks, under 15 U.S.C. 1064. This change is intended 
to make filing easier and less expensive because a significantly 
larger number of documents will be considered timely filed 
using the simpler, less expensive first class mailing provisions 
of § 1.8. 


Section 2.165(a)(1), dealing with affidavits of use or excus- 
able non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 


It should be noted that § 1.6(d)(8), which provides that 
correspondence other than notices of ex parte appeal may not 
be transmitted by facsimile to the Trademark Trial and Appeal 
Board, will not change. Thus, while a cancellation petitioner 
may now ensure timely filing with the certificate of mailing 
procedure set forth in § 1.8(a)(1), the petitioner may not trans- 
mit above-mentioned documents directed to the Trademark 
Trial and Appeal Board by fax or ensure timely filing with the 
certificate of facsimile transmission. 


Section 1.8(a)(2)(ii)(A), which states that the Certificate of 
Mailing or Transmission Procedure does not apply to the filing 
of applications for registration of marks, will not change. The 
filing date of an application is considered to be much more 
critical than the filing dates of the papers accepted under § 1.8. 
For example, in Trademark applications, the granting of a filing 
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date to an application potentially establishes a date of construc- 
tive use of the mark, and is also critical for determining whether 
foreign priority can be claimed under 15 U.S.C. 1126(d); there- 
fore, entry of the date of deposit by a disinterested USPS 
employee is required. 


Express Mail 


Section 1.10 is being amended to simplify and clarify the 
procedures for filing correspondence by the “Express Mail Post 
Office to Addressee” (Express Mail) service of the United 
States Postal Service (USPS), by deleting the requirement for 
a Certificate of Mailing by Express Mail. 

Section 1.10 was promulgated to implement 35 U.S.C. 21, 
under which the Commissioner may “by rule prescribe that 
any paper or fee required to be filed in the Patent and Trademark 
Office will be considered filed in the Office on the date on 
which it was deposited with the United States Postal Service.” 

Under the prior rule, the filer was required to include a 
Certificate of Mailing by Express Mail, certifying the date of 
deposit as Express Mail. Papers which did not include this 
certificate, or which included a certificate that did not meet 
the requirements of the rule, were given a filing date as of the 
date received in the Office rather than the date of deposit as 
Express Mail. The lost filing date for a significant number of 
these papers resulted in the loss of substantive rights. In light 
of the problematic nature of the requirement for a Certificate 
of Mailing by Express Mail and its apparent redundancy in 
purpose, inasmuch as the date of deposit has already been 
entered by a disinterested third party, the Office has deleted 
this requirement from § 1.10(b). 

Under the new rule, Office personnel will routinely look to 
the Express Mail mailing label, and stamp the “date-in” or 
other official USPS notation as the filing date of the correspon- 
dence. If the USPS deposit date cannot be determined, the 
correspondence will be accorded the date of receipt in the 
Office as the filing date. 

Section 1.10(b), as amended, provides that the Express Mail 
mailing label number should be placed on correspondence filed 
by Express Mail under § 1.10 prior to the original mailing. 
Correspondence actually received by the Office will not be 
denied a filing date as of the date of deposit with the USPS 
because the Express Mail mailing label number was not placed 
thereon prior to its original mailing. However, the absence of 
the number of the Express Mail mailing label will preclude a 
party from obtaining relief on petition, under §§ 1.10(c) through 


(e). 

Section 1.10(b) also provides that correspondence should be 
deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by deposit in an Express Mail 
drop box) do so at the risk of not receiving a copy of the 
Express Mail mailing label with the desired “date-in” clearly 
marked. 

Sections 1.10(c) through 1.10(e) set forth procedures for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Section 1.10(c) applies where 
there is a discrepancy between the filing date accorded by the 
Office and the “date-in” or other official notation entered by 
the USPS on the Express Mail mailing label; § 1.10(d) applies 
where the “date-in” is incorrectly entered by the USPS; and § 
1.10(e) applies where correspondence deposited with the USPS 
as Express Mail is not received by the Office. 


Miscellaneous Changes 


Sections 1.3 and 5.33 are also being amended to change “com- 

munications” to “correspondence,” and for consistency with 
§§ 1.1, 1.6, and 1.8. 

Section 1.6(a)(2) is amended to provide that correspondence 
deposited as Express Mail in accordance with § 1.10 will be 
considered filed on the date of its deposit, regardless of whether 
that date is a Saturday, Sunday or Federal holiday within the 
District of Columbia. 
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Section 1.9 is amended to add a definition of a “Federal 
holiday within the District of Columbia” to include an official 
closing of the Office. 

Since the certificate of mailing by Express Mail is no longer 
a requirement of § 1.10, the provisions of Part 10 relating 
to misconduct have been amended to delete reference to this 
requirement. 


Discussion of Specific Rules 


The heading of § 1.1 is amended to state that the section 
contains the addresses for correspondence to the Patent and 
Trademark Office. 

Section 1.1 is amended to set out all pertinent Office mailing 
addresses in paragraph (a) and in added paragraphs (a)(1), 
(a)(2), and (a)(3). The remaining paragraphs of § 1.1 contain 
directions for using box designations rather than addresses. 
Paragraph (a)(1) sets forth the new mailing address to which 
most patent-related documents should be sent. Paragraph (a)(2) 
sets forth the new mailing address to which most trademark- 
related documents should be sent. It is noted that correspon- 
dence not addressed according to (a)(1) and (a)(2), but sent 
instead to the Commissioner of Patents and Trademarks, will 
not be refused consideration but may be delayed in processing. 
The Solicitor’s mailing address, formerly set out in paragraph 
(g) of the section, is moved to a new paragraph (a)(3). Paragraph 
1.1(g) is removed and reserved. 

Sections 1.1 and 1.3 are amended so that the word “communi- 
cations” is changed to “correspondence.” 

Section 1.5(a) is amended by removing the requirement that 
the words “PATENT APPLICATION” appear on letters con- 
ceming patent applications. The remainder of the section 
remains unchanged. 

Section 1.6(a)(1) is amended to add the sentence “[t]he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that is a Saturday, Sunday or Federal holiday 
within the District of Columbia.” In addition, § 1.6(a)(1) is 
further amended to add the phrase “[e]xcept for correspondence 
transmitted by facsimile as provided for in paragraph (a)(3) of 
this section” to the beginning of the sentence “[n]o correspon- 
dence is received in the Patent and Trademark Office on Satur- 
days, Sundays or Federal holidays within the District of 
Columbia.” Since the Office may “receive” a facsimile trans- 
mission under § 1.6(a)(3) on a Saturday, Sunday or Federal 
holiday within the District of Columbia, § 1.6(a)(1) is amended 
to add the phrase “[e]xcept for correspondence transmitted by 
facsimile as provided for in paragraph (a)(3) of this section” 
for clarity and consistency with § 1.6(a)(3). In addition, § 
1.6(a)(1) is amended to begin with the sentence “[t]he Patent 
and Trademark Office is not open for the filing of correspon- 
dence on any day that is a Saturday, Sunday or Federal holiday 
within the District of Columbia” to clarify that any day that is 
a Saturday, Sunday or Federal holiday within the District of 
Columbia is a day that the Patent and Trademark Office is not 
open for the filing of applications within the meaning of Article 
4(C)(3) of the Paris Convention. 

Section 1.6(a)(2) is amended to delete the phrase “unless 
the date of deposit is a Saturday, Sunday or Federal holiday 
within the District of Columbia in which case the date stamped 
will be the succeeding day which is not a Saturday, Sunday 
or Federal holiday within the District of Columbia.” Thus, § 
1.6(a)(1) will provide that the Office is not open for the filing 
of correspondence on any day that is a Saturday, Sunday or 
Federal holiday within the District of Columbia, but that corre- 
spondence deposited as Express Mail with the USPS in accor- 
dance with § 1.10 will be considered filed on the date of its 
deposit, regardless of whether that date is a Saturday, Sunday 
or Federal holiday within the District of Columbia (under 35 
U.S.C. 21(b) or § 1.7). 

Section 1.8(a)(1)(i)(A) is revised to state that papers and 
fees must be addressed as set out in § 1.1(a). For the purposes 
of 1.8(a)(1)()(A), first class mail is interpreted as including 
“Express Mail” and “Priority Mail” deposited with the USPS. 

Section 1.8(a)(2)(ii) is revised to remove and reserve para- 
graphs (a)(2)(ii)(B) through (a)(2)(ii)(F). This will permit the 
following items to be filed in accordance with the procedures 
set forth in § 1.8(a): (1) an affidavit of continued use or excus- 
able nonuse under section 8(a) or (b) or section 12(c) of the 
Trademark Act, 15 U.S.C. 1058(a), 1058(b), 1062(c); (2) an 
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application for renewal of a registration under section 9 of the 
Trademark Act, 15 U.S.C. 1059; (3) a petition to cancel a 
registration of a mark under section 14, subsection (1) or (2) 
of the Trademark Act, 15 U.S.C. 1064; (4) in an application 
under section 1(b) of the Trademark Act, 15 U.S.C. 1051(b), 
an amendment to allege use in commerce under section I(c) 
of the Trademark Act, 15 U.S.C. 1051(c), or a statement of 
use under section 1(d)(1) of the Trademark Act, 15 U.S.C. 
1051(d)(1); and (5) in an application under section 1(b) of the 
Trademark Act, 15 U.S.C. 1051(b), a request under section 
1(d)(2) of the Trademark Act, 15 U.S.C. 1051(d)(2), for an 
extension of time to file a statement of use under section 1(d)(1) 
of the Trademark Act, 15 U.S.C. 1051(d)(1). 

Section 1.9 is amended to add a definition of “Federal holiday 
within the District of Columbia” to include an official closing 
of the Office. When the entire Patent and Trademark Office is 
officially closed for business for an entire day, for reasons due 
to adverse weather or other causes, the Office will consider 
each such day a “Federal holiday within the District of 
Columbia” under 35 U.S.C. 21. Any action or fee due on such 
a day may be taken, or fee paid, on the next succeeding business 
day the Office is open. 


This provision implements existing policy. In the past, the 
Office has published notices concerning unscheduled closings, 
stating that correspondence due on the date of the unscheduled 
closing would be deemed timely if filed on the next succeeding 
business day that the Office is open. See, e.g., “Closing of 
Patent and Trademark Office on Thursday, January 20, 1994 
and Friday, February 11, 1994” published in the Patent Official 
Gazette at 1161 Off. Gaz. Pat. Office 12 (April 5, 1994) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)) and 
“Filing of Papers During Unscheduled Closings of the Patent 
and Trademark Office” published in the Patent Official Gazette 
at 1097 Off. Gaz. Pat. Office 53 (December 20, 1988) (repub- 
lished at 1170 Off. Gaz. Pat. Office 8 (January 3, 1995)). 

Other legal holidays within the District of Columbia are New 
Year’s Day (January 1), Martin Luther King, Jr.’s Birthday 
(third Monday in January), Presidential Inauguration Day, 
Washington’s Birthday (third Monday in February), Memorial 
Day (last Monday in May), Independence Day (July 4), Labor 
Day (first Monday in September), Columbus Day (second 
Monday in October), Veterans Day (November 11), Thanks- 
giving Day (fourth Thursday in November) and Christmas Day 
(December 25). 


The title of § 1.10 is revised to: (1) change “papers and 
fees” to “correspondence” and (2) remove the reference to 
a “certificate.” These changes are for consistency with the 
amendment to § 1.10 in this final rulemaking. 


Section 1.10(a) is amended to provide that: (1) any correspon- 
dence received by the Office that was delivered by the “Express 
Mail Post Office to Addressee” (Express Mail) service of the 
USPS will be considered filed in the Office on the date of 
deposit with the USPS, (2) the date of deposit with the USPS 
is the “date-in” or other official USPS notation on the Express 
Mail mailing label, and (3) if the USPS deposit date cannot 
be determined, the correspondence will be accorded a filing 
date as of the date of receipt in the Office. 

The date of deposit or mailing with the USPS is defined by 
the USPS as: (1) For correspondence that is paid for at the 
time of deposit—the date the correspondence is presented and 
accepted for Express Mail delivery at designated post offices, 
branches, or stations, and (2) For correspondence that is prepaid 
(i.e., with a completed mailing label and postage affixed)—the 
date the prepaid correspondence is accepted by the USPS col- 
lection employees or the USPS pickup service. USPS Domestic 
Mail Manual (DMM) 49, at D-38 (Sept. 1, 1995). 

Section 1.10(b) is amended by deleting the requirement for 
a certificate of mailing by Express Mail. As amended, § 1.10(b) 
provides that the number of the Express Mail mailing label 
should be placed on each piece of correspondence prior to the 
original mailing. Correspondence that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit because the number of the Express Mail mailing label 
was not placed thereon prior to the original mailing. However, 
if the number of the mailing label did not appear on the corre- 
spondence as originally filed, relief will not be granted on 
petition under §§ 1.10(c) through (e), even if the party who 
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filed the correspondence satisfies the other requirements of § 
1.10(c), § 1.10(d) or § 1.10(e). 

Since the filing of correspondence under § 1.10 without the 
number of the Express Mail mailing label thereon is an oversight 
that can be avoided by the exercise of reasonable care, requests 
for waiver of this requirement will not be granted on petition. 
A party’s inadvertent failure to comply with the requirements 
of a rule is not deemed to be an extraordinary situation that 
would warrant waiver of a rule under §§ 1.183, 2.146(a)(5) or 
2.148, nor is such an inadvertent omission considered to be an 
“unavoidable delay,” within the meaning of 15 U.S.C. 1062(b), 
35 U.S.C. 133, § 1.137(a) or § 2.66(a). See Honigsbaum v. 
Lehman, 903 F. Supp. 8, 37 USPQ2d 1799 (D.D.C. 1995) 
(Commissioner did not abuse his discretion in refusing to waive 
requirements of § 1.10(c) in order to grant filing date to patent 
application, where applicant failed to produce Express Mail 
customer receipt or any other evidence that application was 
actually deposited with USPS as Express Mail); Nitto Chemical 
Industry. Co., Ltd. v. Comer, No. 93-1378, 1994 U.S. Dist. 
LEXIS 19211, at *13-14 (D.D.C. Mar. 7, 1994) (Commis- 
sioner’s refusal to waive requirements of § 1.10 in order to 
grant priority filing date to patent application not arbitrary and 
capricious, because failure to comply with the requirements of 
§ 1.10 is an “avoidable” oversight that could have been pre- 
vented by the exercise of ordinary care or diligence, and thus 
not an extraordinary situation under § 1.183); Vincent v. Mossin- 
ghoff, 230 USPQ 621 (D.D.C. 1985) (Misunderstanding of § 
1.8 not unavoidable delay in responding to Office Action); 
Gustafson v. Strange, 227 USPQ 174 (Comm’r Pats. 1985) 
(Counsel’s unawareness of § 1.8 not extraordinary situation 
warranting waiver of a rule); Jn re Chicago Historical Antique 
Automobile Museum, Inc., 197 USPQ 289 (Comm’r Pats. 1978) 
(Since certificate of mailing procedure under § 1.8 was available 
to petitioner, lateness due to mail delay not deemed to be 
extraordinary situation). 

Section 1.10(b) further provides that correspondence should 
be deposited directly with an employee of the USPS to ensure 
that the person depositing the correspondence receives a legible 
copy of the Express Mail mailing label with the “date-in” 
clearly marked, and that persons dealing indirectly with the 
employees of the USPS (such as by depositing correspondence 
in an Express Mail drop box) do so at the risk of not receiving 
a copy of the Express Mail mailing label with the desired “date- 
in” clearly marked. On petition, the failure to obtain an Express 
Mail mailing label with the “date-in” clearly marked will be 
considered an omission that could have been avoided by the 
exercise of due care, as discussed above. 

Sections 1.10(c) through 1.10(e) set forth procedures for 
petitioning the Commissioner to accord a filing date as of the 
date of deposit as Express Mail. Such petitions are filed under 
§ 1.181 for patent correspondence and § 2.146 for trademark 
correspondence. Section 1.10(c) sets forth procedures for filing 
a petition to the Commissioner for a filing date as of the date 
of deposit with the USPS, where there is a discrepancy between 
the filing date initially accorded by the Office and the “date- 
in” entered by the USPS. Such a petition should: (1) be filed 
promptly after the person becomes aware that the Office has 
accorded, or will accord, a filing date other than the USPS 
deposit date, (2) include a showing that the number of the 
Express Mail mailing label was piaced on each piece of corre- 
spondence prior to the original mailing, and (3) include a true 
copy of the Express Mail mailing label showing the “‘date-in” 
or other official notation by the USPS. 

Section 1.10(d) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the actual date 
of deposit with the USPS, where the “date-in” or other official 
notation is incorrectly entered by the USPS. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has accorded, or will accord, a filing date based 
upon an incorrect entry by the USPS, (2) include a showing 
that the number of the Express Mail mailing label was placed 
on each piece of correspondence prior to the original mailing, 
and (3) include a showing that the correspondence was depos- 
ited as Express Mail prior to the last scheduled pickup on the 
requested filing date. The showing under Section 1.10(d) must 
be corroborated by (1) evidence from the USPS, or (2) evidence 
that came into being after deposit and within one business day 
of the deposit of the correspondence as Express Mail. Evidence 
that came into being within one day after the deposit of the 
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correspondence as Express Mail may be in the form of a log 
book which contains information such as the Express Mail 
number; the application number, attorney docket number or 
other such file identification number; the place, date and time 
of deposit; the time of the last scheduled pick-up for that date 
and place of deposit; the depositor’s initials or signature; and 
the date and time of entry in the log. Any statement submitted 
in support of such a showing must be verified if made by a 
person other than an employee of the USPS or a practitioner 
as defined in § 10.1(r) of this chapter. 

The reason the Office considers correspondence to have been 
filed as of the date of deposit as Express Mail is that this date 
has been verified by a disinterested USPS employee, through 
the insertion of a “date-in,” or other official USPS notation, 
on the Express Mail mailing label. Due to the questionable 
reliability of evidence from a party other than the USPS that 
did not come into being contemporaneously with the deposit 
of the correspondence with the USPS, § 1.10(d) specifically 
requires that any petition under § 1.10(d) be corroborated either 
by evidence from the USPS, or by evidence that came into 
being after deposit and within one business day after the deposit 
of the correspondence as Express Mail. A petition alleging that 
the USPS erred in entering the “date-in” will be denied if it is 
supported only by evidence (other than from the USPS) which 
was: (1) created prior to the deposit of the correspondence as 
Express Mail with the USPS (e.g., an application transmittal 
cover letter, or a client letter prepared prior to the deposit of 
the correspondence), or (2) created more than one business day 
after the deposit of the correspondence as Express Mail (e.g., 
an affidavit or declaration prepared more than one business 
day after the correspondence was deposited with the USPS as 
Express Mail). On the other hand, a notation in a log book, 
entered by the person who deposited the correspondence as 
Express Mail within one business day after such deposit, setting 
forth the items indicated above would be deemed on petition 
to be an adequate showing of the date of deposit under § 
1.10(d)(3). 

Section 1.10(d)(3) further provides that a party must show 
that correspondence was deposited as Express Mail before the 
last scheduled pickup on the requested filing date in order to 
obtain a filing date as of that date. This incorporates existing 
practice, as set forth in the Manual of Patent Examining Proce- 
dure (6th ed., January, 1995) § 513, and Trademark Manual 
of Examining Procedure (2nd ed., May, 1993) § 702.02(e) into 
the rule. 

Section 1.10(e) sets forth procedures for filing a petition to 
the Commissioner to accord a filing date as of the date of 
deposit with the USPS, where correspondence deposited as 
Express Mail is never received by the Office. Such a petition 
should: (1) be filed promptly after the person becomes aware 
that the Office has no evidence of receipt of the correspondence, 
(2) include a showing that the number of the Express Mail 
mailing label was placed on each piece of correspondence prior 
to the original mailing, (3) include a true copy of the originally 
deposited correspondence showing the number of the Express 
Mail mailing label thereon, a copy of any returned postcard 
receipt, a copy of the Express Mail mailing label showing the 
“date-in” or other official notation entered by the USPS, and 
(4) include a statement, signed by the person who deposited 
the documents as Express Mail with the USPS, setting forth 
the date and time of deposit, and declaring that the copies of 
the correspondence, Express Mail mailing label, and returned 
postcard receipt accompanying the petition are true copies of 
the correspondence, mailing label and returned postcard receipt 
originally mailed or received. Any statement in support of a 
petition under § 1.10(e) must be verified if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 

Section 1.10(e) provides for the filing of a petition to accord 
correspondence a filing date as of the date of deposit with the 
USPS as Express Mail only where the correspondence was 
mailed with sufficient postage and addressed as set out in § 
1.1(a). There is no corresponding provision that correspondence 
be properly addressed and mailed with sufficient postage in 
§§ 1.10(a), (c) and (d), because these sections apply only to 
correspondence that is actually received by the Office. Corre- 
spondence mailed by Express Mail that is actually received by 
the Office will not be denied a filing date as of the date of 
deposit as Express Mail simply because the correspondence 





Marcu 21, 2000 


was not mailed with sufficient postage or not addressed as set 
out in § 1.1(a). 

Section 1.10(e)(3) provides that if the requested filing date 
is a date other than the “date-in” on the Express Mail mailing 
label, the petition should include a showing under § 1.10(d)(3), 
as discussed above, that the correspondence was deposited as 
Express Mail before the last scheduled pickup on the requested 
filing date in order to obtain a filing date as of that date. 

Section 1.10(f) provides that the Office may require addi- 
tional evidence to determine whether the correspondence was 
deposited as Express Mail with the USPS on the date in ques- 
tion. 

Section 2.165(a)(1), dealing with affidavits of use or excus- 
able non-use filed under Section 8 of the Trademark Act, is 
amended by deleting the last sentence referencing the inapplica- 
bility of certificates of mailing provided by § 1.8. 

Section 5.33 (entitled “Correspondence’’) is amended to 
change the correspondence address to “Assistant Commissioner 
for Patents (Attention: Licensing and Review), Washington, 
D.C. 20231.” 

Section 10.23(c)(9) is revised to reflect the fact that the 
certificate of mailing by Express Mail is no longer a requirement 
of § 1.10. 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 


Comment 1: One comment suggested that the Office return to 
a single mailing address. 

Response: Addressing correspondence to specific areas within 
the agency, in accordance with § 1.1, reduces the amount of 
sorting required. Except as set out in § 1.1(a)(3)(iv), mail will 
be delivered within the Office regardless of how it is addressed. 
Nevertheless, use of a specific address should produce faster 
results for correspondents and savings to the Office in terms 
of reduced time and cost. The suggestion to address mail to a 
single mailing address will not be adopted. 

Comment 2: Three comments requested a clarification of the 
reference to “organizations reporting to the Assistant Commis- 
sioner for Patents” in § 1.1(a)(1), suggested that each organiza- 
tion be identified, and noted that the change of address from 
“Commissioner of Patents and Trademarks” to “Assistant Com- 
missioner for Patents” is confusing. 

Response: Section 1.1(a)(1) has not been amended to list “orga- 
nizations reporting to the Assistant Commissioner for Patents.” 
The vast majority of mail to be addressed to the Assistant 
Commissioner is intended for the Examining Groups. Further- 
more, once a list of organizations is established in the rule, 
amendment to such a list would require implementation of a 
rule change. However, a list of papers that should be addressed 
to the Assistant Commissioner for Patents appears under the 
heading “Patent-Related Mail” in the Supplementary Informa- 
tion section. 

Comment 3: Two comments requested clarification concerning 
how a new application incorrectly addressed to the Commis- 
sioner of Patents and Trademarks, Washington, D.C. 20231, 
will be treated. Two comments opposed the address change in 
§ 1.1, if the benefit of obtaining a filing date is conditioned 
upon the correspondence address being addressed correctly. 
Response: Except for certain mail addressed incorrectly to the 
Office of the Solicitor, there will be no penalty for addressing 
a document to the wrong area within the Office, as long as 
one of the approved addresses is used. Use of the specific 
addresses listed within § 1.1 is strongly encouraged because it 
will facilitate the process both for the Office and the filer. 
Accordingly, a new application incorrectly addressed to the 
Commissioner will be treated the same as if the application 
was addressed to the specific Assistant Commissioner. 
Comment 4: One comment supported the separate mailing 
addresses for mail directed to the Assistant Commissioner for 
Patents, Assistant Commissioner for Trademarks, Solicitor and 
the Commissioner, but viewed the practice under § 1.1(a)(3) 
with respect to correspondence to the Office of the Solicitor 
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as a penalty for correspondents who misaddress mail. 
Response: While the language in the proposed rule was based 
on the existing rule, 37 CFR 1.1(g) (1996), which has been in 
effect since 1988, § 1(a)(3)(iv) has been reworded in the final 
rule to state that improperly addressed correspondence “may 
be returned.” This language better represents the intent of the 
rule. The Post Office boxes are located off-site and mail to 
these boxes is handled directly by the Office of the Solicitor. 
The Office of the Solicitor cannot handle large volumes of 
mail from users who choose not to follow Office mailing rules. 
Comment 5; One comment requested clarification on the dis- 
tinction between § 1.1(a) which states that mail “must” be 
addressed to the Assistant Commissioner for Patents and § 
1.1(a)(1) which states that mail “should” be addressed to the 
Assistant Commissioner for Patents, if any. 

Response: The language of 1.1(a) has been amended to indicate 
that all correspondence must be addressed either to the “Com- 
missioner of Patents and Trademarks, Washington, D.C. 20231” 
or to specific areas within the Office as set out in paragraphs 
(a)(1), (2) and (3) of § 1.1. 

Comment 6: One comment questioned why it is now merely 
permissible to identify a patent application by its serial number 
and filing date whereas such information was previously man- 
datory. 

Response: The only change to § 1.5 is the elimination of the 
requirement to include the words “PATENT APPLICATION” 
on letters concerning patent applications. Section 1.5 both 
before and after the proposed amendment provides that “[w]Jhen 
a letter...concerns a previously filed application for a patent, 
it must identify on the top page in a conspicuous location, the 
application number (consisting of the series code and the serial 
number; e.g., 07/123,456) or the serial number and filing date 
assigned to that application...” Accordingly, correspondence 
must continue to identify a previously filed patent application 
by either (1) the application number, or (2) the serial number 
and filing date. The combination of the serial number and filing 
date is unique by itself. 

Comment 7: One comment objected to the return of correspon- 
dence pertaining to an application that had not yet been accorded 
an application number because some correspondence may 
require immediate action. This person suggested that the Office 
search the computerized records given sufficient other identi- 
fying information, instead of returning the correspondence. 
Response: If the correspondence is returned for failure to iden- 
tify the correspondence with the appropriate information, the 
applicant has the option to return the correspondence with the 
appropriate information within two weeks of the date of the 
cover letter from the Office by utilizing the Certificate of 
Mailing or Transmission procedure under § 1.8 or the Express 
Mail procedure under § 1.10 to obtain the benefit of the date 
of deposit with the USPS. There does not appear to be any 
situation where a file would require immediate action in appli- 
cations where the application number had not been assigned. 
If an application number has already been assigned, it is within 
the filer’s control to supply that information and avoid delays. 
Comment 8: Seven comments opposed the addition of unsched- 
uled closings of the Office to the definition of “Federal holidays 
within the District of Columbia.” The comments noted that 
substantive rights would be at risk for persons filing provisional 
patent applications and applications asserting priority claims 
based on foreign applications should the date on which an 
application must be filed fall on a day that the Office is closed 
for unforeseen reasons. One comment noted that the substantive 
rights of applicants seeking to secure a filing date prior to 
divulging an invention may lose rights if a later filing date, 
resulting from an unscheduled closing of the Office, is subse- 
quent to the date of divulgence. Some of the comments sug- 
gested amending § 1.9 to make an exception for provisional 
patent applications and applications asserting a claim of priority 
based on a foreign application so that the filing date would 
not be affected by an unscheduled closing of the Office. One 
comment also suggested that § 1.9 be amended to distinguish 
between the filing of applications and the filing of responses. 
One comment suggested that the Commissioner allow for filing 
of a non-provisional patent application on Federal holidays 
where the one year anniversary of the provisional application 
falls on a Federal holiday. 

Response: Section 1|.6(a)(2) is being amended to delete the 
phrase “unless the date of deposit is a Saturday, Sunday or 
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Federal holiday within the District of Columbia in which case 
the date stamped will be the succeeding day which is not a 
Saturday, Sunday or Federal holiday in the District of 
Columbia.” Section 1.6(a)(2) now provides that even if the 
Office is closed because it is a Saturday, Sunday or Federal 
holiday in the District of Columbia, correspondence deposited 
in the “Express Mail Post Office to Addressee” service of the 
USPS in accordance with § 1.10 will be considered filed on 
the date of deposit regardless of whether that date is Saturday, 
Sunday or a Federal holiday within the District of Columbia. 
Therefore, in light of the option to file an application under § 
1.10 on any day and the amendment to § 1.6(a)(2), no substan- 
tive rights would be at risk, and the suggestions, set forth in 
the comments and noted above, have not been adopted. 
Comment 9: Several comments objected to the requirement set 
forth in proposed § 1.10(b) which required deposit of Express 
Mail correspondence directly with the United States Postal 
Service (USPS) to ensure that a copy of the Express Mail label 
marked with the “date in” is received at the time of deposit. 
The reasons generally expressed by commenters were: (1) prac- 
titioners and applicants feel compelled to oversee the work of 
the USPS employee to make certain that the “date in” is marked 
accurately, legibly and in a timely fashion and perceive a loss 
of control over the filing of the document under § 1.10 as a 
result; (2) inefficiency and burden are imposed upon persons 
filing who must actually go to the post office, stand in line 
and generally be confined to fewer hours during the day to 
deposit the Express Mail correspondence directly with the 
USPS than the hours available for deposit in the Express Mail 
drop box; and (3) inequality of opportunity to deposit directly 
with the USPS for individual practitioners and small firms 
which employ fewer people than larger firms to handle. Two 
comments questioned the Office’s use of the term “deposit” 
and whether the Office exceeded any authority in the perceived 
understanding that the proposed rule was requiring the appli- 
cants or practitioners to do something beyond “depositing” the 
correspondence with the USPS, namely, overseeing the act of 
acceptance of the Express Mail correspondence by the USPS. 
Response: Section 1.10(b) has been amended so that direct 
deposit of correspondence with the USPS is a recommendation, 
rather than a requirement. While the Office strongly urges direct 
deposit of Express Mail correspondence in order to obtain a 
legible copy of the Express Mail mailing label, parties are not 
precluded from using Express Mail drop boxes. Parties who 
do use drop boxes can protect themselves from uncertainty due 
to illegible mailing labels by routinely maintaining a log of 
Express Mail deposits in which notations are entered by the 
person who deposited the correspondence as Express Mail 
within one business day after deposit with the USPS in a petition 
filed under § 1.10(c), (d) or (e). Evidence that came into being 
within one day after the deposit of the correspondence as 
Express Mail may be in the form of a log book which contains 
information such as the Express Mail number; the application 
number, attorney docket number or other such file identification 
number; the place, date and time of deposit; the time of the 
last scheduled pick-up for that date and place of deposit; the 
depositor’s initials or signature; and the date and time of entry 
in the log. Any statement submitted in support of such a showing 
must be verified if made by a person other than an employee 
of the USPS or a practitioner as defined in § 10.1(r) of this 
chapter. 

Comment 10: Several comments opposed the elimination of 
the certificate of mailing by “Express Mail” because it would 
eliminate a reliable mode of proving the date of deposit with 
the USPS. 

Response: The elimination of the requirement for the certificate 
of mailing is adopted primarily to streamline the Office’s pro- 
cessing of Express Mail correspondence. Under the old rule, 
the Office was required to scrutinize the certificate as well as 
the Express Mail label. Under the new rule, the “date in” on 
the Express Mail label would be the only date that the Office 
would look for to determine the filing date. Under the prior 
rule, the certificate of mailing by Express Mail only served as 
proof of a date of deposit when the certificate date was the 
same as the “date in” on the Express Mail label. The certificate 
did not afford protection to an applicant in the event that the 
certificate date differed from the Express Mail label date. There- 
fore, the elimination of the certificate of mailing requirement 
would not eliminate a reliable mode of proving the date of 
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deposit. 

Comment 11: Four comments suggested allowing Express Mail 
Corporate Account Mailing Statement of the USPS to serve as 
additional proof of the date of deposit. 

Response: This suggestion has been adopted. Such records 
would be acceptable as additional proof of the date of deposit. 
Comment 12: One comment requested clarification concerning 
whether deposit of correspondence as Express Mail in the 
Express Mail drop box must be done prior to the last scheduled 
pickup of the day in order to be entitled to the deposit date as 
the filing date of the correspondence. 

Response: Correspondence sent by the “Express Mail Post 
Office to Addressee” service is considered filed in the Office 
on the “date-in” entered by the USPS. Accordingly, if the USPS 
enters the deposit date as its “date-in,” the correspondence will 
receive the deposit date as its filing date. However, if the USPS 
enters a date later than the deposit date as its “date-in,” the 
correspondence will receive the later date as its filing date. 
Section 1.10(d) permits the Office to correct a USPS “date- 
in” error when the correspondence is deposited in an Express 
Mail drop box prior to last scheduled pick up of the day, that 
is, the time clearly marked on the Express Mail drop box 
indicating when the box will be cleared for the last time on 
the date of deposit. Section 1.10(d) sets forth the procedures 
to be followed to be entitled to such a correction. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995 (44 
U.S.C. 3501 et seq.). This rule has been determined to not be 
significant for the purposes of Executive Order 12866. 

The Office has determined that this rule change has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the rule changes would not have a significant impact on a 
substantial number of small entities (Regulatory Flexibility Act, 
5 U.S.C. 605(b)). The rule change has no effect on patent fees. 

Notwithstanding any other provision of law, no person is 
required to respond to nor shall a person be subject to a penalty 
for failure to comply with a collection of information subject 
to the requirements of the Paperwork Reduction Act unless 
that collection of information displays a currently valid OMB 
Control Number. 

This rule change contains a collection of information subject 
to the requirements of the Paperwork Reduction Act of 1995 
(44 U.S.C. 3501 et seq.), which is currently approved by the 
Office of Management and Budget under Control No. 0651- 
0031. The public reporting burden for the certificate of mailing 
is estimated to average six minutes per response, including the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing 
and reviewing the collection of information. Send comments 
regarding this burden estimate or any other aspect of this collec- 
tion of information, including suggestions for reducing this 
burden to the Office of System Quality and Enhancement Divi- 
sion, Patent and Trademark Office, Washington, D.C. 20231, 
and to the Office of Information and Regulatory Affairs, Office 
of Management and Budget, Washington, DC 20503. (ATTN: 
Paperwork Reduction Act Project 0651-0031). 


List of Subjects 
37 CFR PART 1 
Administrative practice and procedure, Freedom of informa- 
tion, Inventions and patents, Reporting and record keeping 


requirements. 


37 CFR PART 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks 
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37 CFR PART 5 


Classified information, Foreign relations, Inventions and 
patents. 


37 CFR PART 10 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 


For the reasons set forth in the preamble and under the 
authority granted to the Commissioner of Patents and Trade- 
marks by 35 U.S.C. 6 and 15 U.S.C. 1123, 37 CFR Parts 1, 
2, 5 and 10 are amended as follows: 


PART 1—RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 continues to read 
as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.1 is amended by removing and reserving paragraph 
(g) and by revising the heading and paragraph (a) to read as 
follows: 


§ 1.1 Addresses for correspondence with the Patent and Trade- 
mark Office. 


(a) Except for §§ 1.1(a)(3)(i) and (ii), all correspondence 
intended for the Patent and Trademark Office must be addressed 
to either “Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231” or to specific areas within the Office as 
set out in paragraphs (a)(1), (2) and (3)(iii) of this section. 
When appropriate, correspondence should also be marked for 
the attention of a particular office or individual. 

(1) Patent correspondence. All correspondence concerning 
patent matters processed by organizations reporting to the 
Assistant Commissioner for Patents should be addressed to 
“Assistant Commissioner for Patents, Washington, D.C. 
20231.” 

(2) Trademark correspondence. All correspondence con- 
cerning trademark matters, except for trademark-related docu- 
ments sent to the Assignment Division for recordation and 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents, should be addressed to 
“Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513.” This includes correspon- 
dence intended for the Trademark Trial and Appeal Board. 

(3) Office of Solicitor correspondence. 

(i) Correspondence relating to pending litigation required by 
court rule or order to be served on the Solicitor shall be hand- 
delivered to the Office of the Solicitor or shall be mailed to: 
Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 
22215; or such other address as may be designated in writing 
in the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a 
notice of appeal to the U.S. Court of Appeals for the Federal 
Circuit. 

(ii) Correspondence relating to disciplinary proceedings 
pending before an Administrative Law Judge or the Commis- 
sioner shall be mailed to: Office of the Solicitor, P.O. Box 
16116, Arlington, Virginia 22215. 

(iii) All other correspondence to the Office of the Solicitor 
shall be addressed to: Box 8, Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 

(iv) Correspondence improperly addressed to a Post Office 
Box specified in paragraphs (a)(3)(i) and (ii) of this section 
will not be filed elsewhere in the Patent and Trademark Office, 
and may be returned. 


(g) [Reserved] 


*x** KK * 
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3. Section 1.3 is revised to read as follows: 
§ 1.3 Business to be conducted with decorum and courtesy. 


Applicants and their attorneys or agents are required to con- 
duct their business with the Patent and Trademark Office with 
decorum and courtesy. Papers presented in violation of this 
requirement will be submitted to the Commissioner and will 
be returned by the Commissioner’s direct order. Complaints 
against examiners and other employees must be made in corre- 
spondence separate from other papers. 


4. Section 1.5 is amended by revising paragraph (a) to read as 
follows: 


§ 1.5 Identification of application, patent, or registration. 


(a) No correspondence relating to an application should be 
filed prior to receipt of the application number from the Patent 
and Trademark Office. When a letter directed to the Patent and 
Trademark Office concerns a previously filed application for 
a patent, it must identify on the top page in a conspicuous 
location, the application number (consisting of the series code 
and the serial number; e.g., 07/123,456), or the serial number 
and filing date assigned to that application by the Patent and 
Trademark Office, or the international application number of 
the international application. Any correspondence not con- 
taining such identification will be returned to the sender where 
a return address is available. The returned correspondence will 
be accompanied by a cover letter which will indicate to the 
sender that if the returned correspondence is resubmitted to the 
Patent and Trademark Office within two weeks of the mailing 
date on the cover letter, the original date of receipt of the 
correspondence will be considered by the Patent and Trademark 
Office as the date of receipt of the correspondence. Applicants 
may use either the Certificate of Mailing or Transmission proce- 
dure under § 1.8 or the Express Mail procedure under § 1.10 
for resubmissions of returned correspondence if they desire to 
have the benefit of the date of deposit with the United States 
Postal Service. If the returned correspondence is not resub- 
mitted within the two-week period, the date of receipt of the 
resubmission will be considered to be the date of receipt of the 
correspondence. The two-week period to resubmit the returned 
correspondence will not be extended. In addition to the applica- 
tion number, all letters directed to the Patent and Trademark 
Office concerning applications for patents should also state the 
name of the applicant, the title of the invention, the date of 
filing the same, and, if known, the group art unit or other 
unit within the Patent and Trademark Office responsible for 
considering the letter and the name of the examiner or other 
person to which it has been assigned. 


sees 


5. Section 1.6 is amended by revising paragraph (a) to read as 
follows: 


§ 1.6 Receipt of correspondence. 


(a) Date of receipt and Express Mail date of deposit. Corre- 
spondence received in the Patent and Trademark Office is 
stamped with the date of receipt except as follows: 

(1) The Patent and Trademark Office is not open for the 
filing of correspondence on any day that is a Saturday, Sunday 
or Federal holiday within the District of Columbia. Except for 
correspondence transmitted by facsimile as provided for in 
paragraph (a)(3) of this section, no correspondence is received 
in the Patent and Trademark Office on Saturdays, Sundays or 
Federal holidays within the District of Columbia. 

(2) Correspondence filed in accordance with § 1.10 will be 
stamped with the date of deposit as “Express Mail” with the 
United States Postal Service. 

(3) Correspondence transmitted by facsimile to the Patent 
and Trademark Office will be stamped with the date on which 
the complete transmission is received in the Patent and Trade- 
mark Office unless that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia, in which case the date 
stamped will be the next succeeding day which is not a Saturday, 
Sunday, or Federal holiday within the District of Columbia. 
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KKK KK 


6. Section 1.8 is amended by revising paragraphs (a)(1)(i)(A) 
and (a)(2)(ii) to read as follows: 


§ 1.8 Certificate of mailing or transmission. 


(a) * * * 


Oh dialing 


(i) * * * 


(A) Addressed as set out in § 1.1(a) and deposited with the 
U.S. Postal Service with sufficient postage as first class mail; 
or 


(ee 


(i) x * * 

(ii) Relative to Trademark Registrations and Trademark 
Applications 

(A) The filing of a trademark application. 

(B) [Reserved] 

(C) [Reserved] 

(D) [Reserved] 

(E) [Reserved] 

(F) [Reserved] 


KKK KX 


7. Section 1.9 is amended by adding a new paragraph (h) to 
read as follows: 


§ 1.9 Definitions. 


** KK * 


(h) A “Federal holiday within the District of Columbia” as 
used in this chapter means any day, except Saturdays and 
Sundays, when the Patent and Trademark Office is officially 
closed for business for the entire day. 


8. Section 1.10 is revised to read as follows: 
§ 1.10 Filing of correspondence by “Express Mail.” 


(a) Any correspondence received by the Patent and Trade- 
mark Office (Office) that was delivered by the “Express Mail 
Post Office to Addressee” service of the United States Postal 
Service (USPS) will be considered filed in the Office on the 
date of deposit with the USPS. The date of deposit with the 
USPS is shown by the “date-in” on the “Express Mail” mailing 
label or other official USPS notation. If the USPS deposit date 
cannot be determined, the correspondence will be accorded the 
Office receipt date as the filing date. See § 1.6(a). 

(b) Correspondence should be deposited directly with an 
employee of the USPS to ensure that the person depositing the 
correspondence receives a legible copy of the “Express Mail” 
mailing label with the “date-in” clearly marked. Persons dealing 
indirectly with the employees of the USPS (such as by deposit 
in an “Express Mail” drop box) do so at the risk of not receiving 
a copy of the “Express Mail” mailing label with the desired 
“date-in” clearly marked. The paper(s) or fee(s) that constitute 
the correspondence should also include the “Express Mail” 
mailing label number thereon. See paragraphs (c), (d) and (e) 
of this section. 

(c) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 


OFFICIAL GAZETTE 


Marcu 21, 2000 


that there is a discrepancy between the filing date accorded by 
the Office to the correspondence and the date of deposit as 
shown by the “date-in” on the “Express Mail” mailing label 
or other official USPS notation, may petition the Commissioner 
to accord the correspondence a filing date as of the “date-in” 
on the “Express Mail” mailing label or other official USPS 
notation, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
other than the USPS deposit date; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” and 

(3) The petition includes a true copy of the “Express Mail” 
mailing label showing the “date-in,” and of any other official 
notation by the USPS relied upon to show the date of deposit. 

(d) Any person filing correspondence under this section that 
was received by the Office and delivered by the “Express Mail 
Post Office to Addressee” service of the USPS, who can show 
that the “date-in” on the “Express Mail” mailing label or other 
official notation entered by the USPS was incorrectly entered 
or omitted by the USPS, may petition the Commissioner to 
accord the correspondence a filing date as of the date the 
correspondence is shown to have been deposited with the USPS, 
provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has accorded, or will accord, a filing date 
based upon an incorrect entry by the USPS; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail”; and 

(3) The petition includes a showing which establishes, to 
the satisfaction of the Commissioner, that the requested filing 
date was the date the correspondence was deposited in “Express 
Mail Post Office to Addressee” service prior to the last sched- 
uled pickup for that day. Any showing pursuant to this para- 
graph must be corroborated by evidence from the USPS or that 
came into being after deposit and within one business day of 
the deposit of the correspondence in the “Express Mail Post 
Office to Addressee” service of the USPS. Any statement sub- 
mitted in support of such a showing pursuant to this paragraph 
must be a verified statement if made by a person other than 
an employee of the USPS or a practitioner as defined in § 
10.1(r) of this chapter. 

(e) Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage utilizing the 
“Express Mail Post Office to Addressee” service of the USPS 
but not received by the Office, may petition the Commissioner 
to consider such correspondence filed in the Office on the 
USPS deposit date, provided that: 

(1) The petition is filed promptly after the person becomes 
aware that the Office has no evidence of receipt of the corre- 
spondence; 

(2) The number of the “Express Mail” mailing label was 
placed on the paper(s) or fee(s) that constitute the correspon- 
dence prior to the original mailing by “Express Mail;” 

(3) The petition includes a copy of the originally deposited 
paper(s) or fee(s) that constitute the correspondence showing 
the number of the “Express Mail” mailing label thereon, a copy 
of any returned postcard receipt, a copy of the “Express Mail” 
mailing label showing the “date-in,” a copy of any other official 
notation by the USPS relied upon to show the date of deposit, 
and, if the requested filing date is a date other than the “date- 
in” on the “Express Mail” mailing label or other official notation 
entered by the USPS, a showing pursuant to paragraph (d)(3) 
of this section that the requested filing date was the date the 
correspondence was deposited in “Express Mail Post Office to 
Addressee” service prior to the last scheduled pickup for that 
day; and 

(4) The petition includes a statement which establishes, to 
the satisfaction of the Commissioner, the original deposit of 
the correspondence, and that the copies of the correspondence, 
the copy of the “Express Mail” mailing label, the copy of any 
returned postcard receipt, and any official notation entered by 
the USPS are true copies of the originally mailed correspon- 
dence and original “Express Mail” mailing label, returned post- 
card receipt, and official notation entered by the USPS. Such 
statement must be a verified statement if made by a person 
other than a practitioner as defined in § 10.1(r) of this chapter. 
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(f) The Office may require additional evidence to determine 
if the correspondence was deposited as “Express Mail” with 
the USPS on the date in question. 


PART 2—RULES OF PRACTICE IN TRADEMARK CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless 
otherwise noted. 


10. Section 2.165(a)(1) is revised to read as follows: 
§ 2.165 Reconsideration of affidavit or declaration. 


(a)(1) If the affidavit or declaration filed pursuant to § 2.162 
is insufficient or defective, the affidavit or declaration will 
be refused and the registrant will be notified of the reason. 
Reconsideration of the refusal may be requested within six 
months from the date of the mailing of the action. The request 
for reconsideration must state the grounds for the request. A 
supplemental or substitute affidavit or declaration required by 
section 8 of the Act of 1946 cannot be considered unless it is 
filed before the expiration of six years from the date of the 
registration or from the date of publication under section 12(c) 
of the Act. 


PART 5 - SECRECY OF CERTAIN INVENTIONS AND 
LICENSES TO EXPORT AND FILE APPLICATIONS IN 
FOREIGN COUNTRIES 


11. The authority citation for 37 CFR Part 5 continues to read 
as follows: 


Authority: 35 U.S.C. 6, 41, 181-188, as amended by the Patent 
Law Foreign Filing Amendments Act of 1988, Pub. L. 100- 
418, 102 Stat. 1567; the Arms Export Control Act, as amended, 
22 U.S.C. 2751 et seq., the Atomic Energy Act of 1954, as 
amended, 42 U.S.C. 2011 et seq., and the Nuclear Non-Prolifer- 
ation Act of 1978, 22 U.S.C. 3201 et seq., and the delegations 
in the regulations under these acts to the Commissioner (15 
CFR 370.10(j), 22 CFR 125.04, and 10 CFR 810.7). 


12. Section 5.33 is revised to read as follows: 


§ 5.33 Correspondence. 


All correspondence in connection with this part, including 
petitions, should be addressed to “Assistant Commissioner for 
Patents (Attention: Licensing and Review), Washington, D.C. 
20231.” 


PART 10 - REPRESENTATION OF OTHERS BEFORE THE 
PATENT AND TRADEMARK OFFICE 


13. The authority citation for 37 CFR Part 10 continues to read 
as follows: Authority: 5 U.S.C. 500; 15 U.S.C. 1123; 35 U.S.C. 
6, 31, 32, 41. 


14. Section 10.23 is amended by revising paragraph (c)(9) to 
read as follows: 


§ 10.23 Misconduct. 
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mission” under § 1:8 of this chapter. 
**e KK * 
BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1192 TMOG 95] 


October 24, 1996 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Change of Address For Trademark Applications and 
Trademark Related Papers 

Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 
Summary: Commencing July 5, 1994, trademark applications 
and other trademark-related mail, except for trademark-related 
documents sent to the Assignment Branch for recordation and 
requests for certified copies of trademark documents, should 
be addressed to: Assistant Commissioner for Trademarks, 2900 
Crystal Drive, Arlington, Va. 22202-3513. 
Dates: This new address will be effective July 5, 1994. 
For Further Information Contact: Lynne G. Beresford at (703) 
305-9464 or by mail marked to her attention and addressed to: 
Assistant Commissioner for Trademarks, Washington, D.C. 
20231. After July 5, 1994, mail should be addressed to: Assis- 
tant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Va. 22202-3513. 
Supplemental Information: As part of its emphasis on better 
service for trademark applicants and registrants, the responsib- 
ilty for receiving, opening and routing of trademark mail is 
being transferred to the Assistant Commissioner for Trade- 
marks. In order to more efficiently process the mail, the Assis- 
tant Commissioner has determined that trademark-related mail, 
except for trademark-related documents sent to the Assignment 
Branch for recordation and requests for certified copies of 
trademark application and registration documents, should be 
sent directly to the Assistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Va. 22202-3513, which is the 
location of the Trademark Operation. Having mail sent directly 
to that address should speed up processing and reduce the 
amount of lost or misrouted mail. The mail room at the South 
Tower Building will begin to receive and process mail on July 5, 
1994. For a period after July 5, 1994, the Patent and Trademark 
Office (Office) will receive trademark-related mail at both the 
old address, Commissioner of Patents and Trademarks, Wash- 
ington, D.C. 20231, and at the new address, Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Va., 
22205-3513. The Office is currently preparing a notice of pro- 
posed rulemaking to formally change the address for trademark- 
related papers. The Office will continue to maintain the fol- 
lowing special boxes, Box Trademark Application, Box ITU, 
Box AAU, and Box 5, for expedited processing and distribution 
of specific types of documents. The Office encourages the 
continued use of these boxes with the new address. 
People may continue to file both patent and trademark-related 
papers directly at the Attorneys’ Window located in Room 
1B03 of Crystal Plaza Building 2, Arlington, Va. 
Sections 1.8 and 1.10 of Title 2 of Section 37 of the Code of 
Federal Regulations are waived, to the extent that, on or after 
July 5, 1994, a certificate of mailing under §§ 1.8 or 1.10, for 
trademark applications and other trademark-related mail, except 
for trademark-related documents sent to the Assignment Branch 
for recordation and requests for certified copies of trademark 
application and registration documents, may be addressed either 
to the Commissioner of Patents and Trademarks, Washington, 
D.C. 20231, or to the Assistant Commissioner for Trademarks, 
2900 Crystal Drive, Arlington, Va., 22202-3513. Patent-related 
mail should continue to be sent to: Commissioner of Patents 
and Trademarks, Washington, D.C. 20231. 
Authority: 35 U.S.C. 6, 15 U.S.C. 1123 


May 26, 1994 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1163 TMOG 80] 


(205) 
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(206) Filing Receipt for Trademark Applications 

Effective immediately, the Trademark Examining Operation 
will replace its existing “FILING RECEIPT FOR TRADE- 
MARK APPLICATIONS,” PTO Form 100 (Rev. 8/78), with 
a filing receipt using a new format. The revised filing receipt 
will be printed on a single sheet of 8 1/2” x 11” paper and will 
contain information regarding the mark, applicant, International 
and U.S. classes, goods and/or services, and dates of use. If 
all of the information relating to a new application cannot be 
printed on the 8 1/2” x 11” filing receipt, it will be noted that 
additional information was contained in the application but was 
not printed. The addressee’s name and address will be printed 
on the back of the filing receipt. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Sept. 6, 1988 


[1095 TMOG 6] 


(207) Change of Correspondence Address in 


Trademark Applications 


Applicants are reminded that when an application is filed 
and a correspondence address is entered in the Official record, 
correspondence will continue to be sent to such address until 
the applicant or party, or the attorney-at-law or other authorized 
representative of the applicant or party, indicates in writing 
that correspondence is to be sent to another address. 37 CFR 
Section 2.18. The filing of a response to an Office action on 
letterhead stationery that indicates a different address from the 
correspondence address of record is insufficient notice that 
correspondence is to be sent to another address. Specific lan- 
guage is needed which can reasonably be interpreted to be a 
request to change the address. See TMEP Section 603. 


If a power of attorney has been filed in an application, a 
subsequently filed power of attorney will be regarded as a 
written request to change the correspondence address, even if 
there is no specific language changing the address or revoking 
the prior power of attorney. See TMEP Section 603. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


May 15, 1986 


[1067 TMOG 7] 


(208) Helpful Hints 

e Correspondence with Certificate of Mailing Delivered by 
Commerical Carrier—The benefits of 37 CFR 1.8 or 1.10 
apply only to documents delivered to the PTO by the U.S. 
Postal Service. 

A number of instances have been uncovered where individ- 
uals are certifying that documents were deposited with the U.S. 
Postal Service when, in fact, the documents were hand carried 
or delivered to the PTO via commerical mail service, e.g., 
“Federal Express,” “DHL,” “Purolator,” “Air Borne,” “UPS’,” 
etc. In those instances where documents include a certificate 
of mailing under 37 CFR 1.8 or 1.10, but were delivered to 
the PTO by other than U.S. Postal Service, Mail Room per- 
sonnel are placing a notice indicating that fact on the correspon- 
dence involved to alert PTO personnel that the benefits of 37 
CFR 1.8 or 1.10 do not apply. 


[1080 TMOG 6] 
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(209) Department of Commerce 


Patent and Trademark Office 
[Docket No. 980713169-8167-01] 


Dissemination of Patent and Trademark Information 
on the PTO’s Web Site 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice and request for public comments. 


Summary: The Patent and Trademark Office (PTO) plans to 
expand the searchable database offerings on its World-Wide 
Web (Web) site by adding additional patent data and by 
including trademark data. This expansion will provide Web 
access to the full text of patents granted since 1976 and to the 
trademark text data for registered and pending marks. The PTO 
also plans to incorporate patent and trademark image data and 
trademark data for inactive marks as part of its expanded Web 
offering. The PTO requests public comments on its decision 
to expand its Web site offerings. 


Dates: To ensure consideration, written comments must be 
submitted on or before August 26, 1998. 


Addresses: Address comments to the Commissioner of Patents 
and Trademarks, Attention: Wesley H. Gewehr, Administrator 
for Information Dissemination, Crystal Park 3, Suite 451, 
Washington, D.C. 20231; or fax to 703-306-2737; or e-mail to 
jane.myers @uspto.gov. Comments will be available for public 
inspection in the Office of Electronic Information Products, 
Crystal Park 3, Suite 441, 2231 Crystal Drive, Arlington, Va. 
22202. 


For Further Information Contact: Jane S. Myers, Office of 
Electronic Information Products, by telephone at 703-306- 
2600; by fax at 703-306-2737; by e-mail to jane.myers@usp- 
to.gov; or by mail to Patent and Trademark Office, Office of 
Electronic Information Products, Crystal Park 3, Suite 441, 
Washington, D.C. 20231. 


Supplementary Information: The PTO has been directed to 
disseminate patent and trademark information using automated 
methods. See 35 USC 41(i)(2). The PTO currently provides 
the public with on-line access, for a fee, to internal patent 
and trademark automated search systems in its public search 
facilities located in Crystal City, Va. Thirty-one Patent and 
Trademark Depository Libraries (PTDLs) offer on-line access 
to PTO’s automated patent full-text search system, and three 
Partnership PTDLs offer on-line access to PTO’s automated 
trademark text and image search system and to the automated 
patent image retrieval system. The PTO also provides access 
to subsets of its patent and trademark databases on CD-ROMs 
in the PTO’s public search facilities and at 83 PTDLs located 
throughout the country. The PTO sells its CD-ROM products 
to the public, and the Government Printing Office makes them 
available to the Federal Depository Libraries. Although the 
PTO has provided World-Wide Web access to searchable patent 
bibliographic data since November 1995, neither searchable 
trademark data, the full text of patents, nor patent and trademark 
image data are currently available on the PTO Web site. 


The PTO hereby provides notice to the public of its plans to 
expand searchable patent data and to begin offering searchable 
trademark data on its Web site. In August of this year, the PTO 
plans to provide free Web access to the trademark text data 
that is currently available on the PTO’s Cassis CD-ROM prod- 
ucts—Trademarks Registered and Trademarks Pending—cov- 
ering active registered and pending marks. In November 1998, 
this trademark offering will include the “clipped” images asso- 
ciated with these marks. In the future, this searchable trademark 
database will be expanded to include inactive (abandoned, can- 
celled and expired) marks and some additional data elements 
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associated with those inactive marks, and will be updated more 
frequently to reflect more current conditions of the trademark 
database. Also in November 1998, the PTO plans to expand 
its patent database offering on the Web to include free access 
to the full text of all patents issued since 1976. In March 1999, 
the patent offering will allow users free access to the full 
page images of patents identified. On-line ordering of patent 
documents issued since 1976 for electronic delivery, for a fee, 
is planned for March 1999. Any such fee will be established by 
taking into consideration applicable government policy, OMB 
circular A-130, the Paperwork Reduction Act, and any other 
applicable statutes. The PTO requests public comments on its 
plans to expand its Web site offerings. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 21, 1998 
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GLOBALPat and USAMark 
CD-ROM Products Now Available 


(210) 


Nearly all of the world’s patent literature published since 
1971 is now available on the GLOBALPat CD-ROM collec- 
tion from the European Patent Office and the U.S. Patent and 
Trademark Office. Derived from the First Page Data Base 
(FPDB ), GLOBALPat delivers information from the front 
page of a single representative member of each patent family 
published by the United States, the European Patent Office, 
France, Germany, Great Britain, Switzerland or the World Intel- 
lectual Property Organization. Each record contains English 
language bibliographic text, an abstract and a representative 
drawing, where appropriate. GLOBALPat uses the MIMOSA 
software developed jointly by the Trilateral Offices (U.S. Patent 
and Trade mark Office, the Japanese Patent Office, and the 
European Patent Office) for SGML-encoded documents. 


GLOBALPat is available both as a back file and a front file. 
The back file consists of 116 discs arranged into 69 technology 
sets based on the International Patent Classification, and covers 
the years 1971-1996. The front file consists of documents from 
1997, to be published as data is available, and is arranged by 
issuing country in numerical order. Price of the back file, which 
must be ordered in its entirety, is $1,200 U.S.; price of the 
front file is $200 U.S. per calendar year. 


USAMark offers facsimile images of the more than two 
million U.S. trademarks registered from 1884 to the present, 
whether or not they are currently active. This is a document 
delivery system rather than a search system. Registrations are 
retrieved by document number only from a cumulative index 
that covers all issued discs. The cumulative index is updated 
during the process of installing the most recently received issue. 
Lists of document numbers found in another search system can 
be uploaded from a file or copied from the clipboard. USAMark 
represents the best available copy of a substantial portion of 
the trademark search files at the U.S. Patent and Trademark 
Office. 


USAMark is available both as a back file and a front file. 
The price for the back file of 101 discs representing 1884 - 
1997, which must be ordered as a complete set, is $1,100 U.S. 
The front file containing documents from 1998, to be updated 
monthly including any back file changes, is available on a 
calendar year subscription basis. The subscription price is $200 
U.S. per calendar year. 

Orders for subscriptions to either GLOBALPat or USAMark 
will be accepted at any point during the calendar year and will 
include all issues for that calendar year. Both products may be 
used in a local-area network at no extra cost. 


For more information, or to request an order form, please 
contact: 


Office for Patent and Trademark Information 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 615 
(210) 

Telephone: (703) 306-2600 

Fax: (703) 306-2737 


WESLEY H. GEWEHR 
Administrator for Information 
Dissemination 


May 29, 1998 


[1211 TMOG 98} 


(211) Trademark Search Tools on CD-ROM 

The June 1997 edition of the Trademarks ASSIST CD-ROM 
is now available for $50. This issue includes the most recently 
published version of the Trademark Manual of Examining Pro- 
cedure (TMEP), the Goods & Services Manual, the Trademark 
Trial and Appeal Board Manual of Procedure and a Trademark 
Telephone Index. Incorporated in the TMEP are the Trademark 
Statute and Rules and the Trademark Examination Guide and 
Notes. 


For further information or to request an order form, please 
contact: 


U.S. Patent and Trademark Office 

Office of Electronic Information Products 
Crystal Park 3, Suite 441 

Washington, D.C. 20231 


Phone: (703) 306-2600 
Fax: (703) 306-2737 


[1201 TMOG 92] 


(212) Patent and Trademark Office Services 

In order to provide improved services to trademark appli- 
cants, registrants, and the general public, the Patent and Trade- 
mark Office plans to implement a pilot program called the 
“Trademark Assistance Center.” The Center will provide gen- 
eral information about the trademark registration process and 
will respond to inquiries pertaining to the status of specific 
trademark applications and registrations. The location of the 
Center is 2900 Crystal Drive, 4B10, Arlington, Va. 22202- 
3513. Assistance may be obtained in-person or by dialing (703) 
308-9000, Monday through Friday, 8:30 a.m. to 5:00 p.m. 
Eastern time, except holidays. Opening of the Center is planned 
for October 3, 1994. Please note that personal assistance con- 
cerning trademark as well as patent matters will continue to 
be available at 308-HELP and recorded information will con- 
tinue to be available at (703) 557-INFO. Also, automated infor- 
mation about the status of trademark applications and 
registrations will continue to be available at (703) 305-8747. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


September 7, 1994 


[1167 TMOG 27] 


(213) Availability of Trademark Status Line 

Beginning on Feb. 20, 1990, the U.S. Patent and Trademark 
Office provided access, via push button telephone, to current 
status and status date information for all federal trademark 
application and registration records maintained in the automated 
Trademark Reporting and Monitoring (TRAM) System. The 
Trademark Status Line will be available on (703)557-8747 
from 6:30 a.m. until midnight, Eastern Time, Monday through 
Friday. 

The Trademark Status Line may be used from any push 
button telephone by entering a seven-digit registration number 
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and the “#’ symbol or an eight-digit serial number and the “#”’ 
symbol after the welcoming message and the tone. All calls 
will be answered in the order received. Callers may request 
information for up to five serial number or registration number 
records per call. 


When requesting information for registration numbers under 
one million, add sufficient leading zeros to the registration 
number so that a total of seven digits are entered. For example, 
to get status information for Reg. No. 88,725 enter 0088725#. 


When requesting information for applications, enter an eight- 
digit serial number that consists of the two-digit series code 
followed by the six-digit serial number PTO. The series code is 
determined by the filing date of the application. All applications 
filed before Mar. 31, 1905 are series code 70. Applications 
filed between Apr. 1, 1905 and Dec. 31, 1955 are series code 
71. Applications filed between Jan. 1, 1956 and Aug. 31, 1973 
are series code 72. Applications filed between Sept. 1, 1973 
and Nov. 15, 1989 are series code 73. All applications filed 
on or after November 16, 1989 are series code 74. 


When requesting information for serial numbers under 
100,000 in any series code, add sufficient leading zeros to the 
serial number so that a total of six digits are entered after the 
series code. For example, to get status information for serial 
number 92,132 in series code 73, enter 73092132#. 


The TRAM System contains records for all active federal 
trademark registration and pending applications. The TRAM 
System also contains records for all federal trademark registra- 
tions and applications which became inactive after Mar. 31, 
1982. Some earlier inactive records are also available. 


The Trademark Status Line will provide current status infor- 
mation for all federal trademark application and registration 
records included in the TRAM System. The date that the record 
entered the current status is provided also. If additional informa- 
tion regarding the status of a trademark application or registra- 
tion is required, call the Trademark Services division at 
(703)557-5249 and request a status check. 


Feb. 8, 1990 JEFFREY M. SAMUELS 


Assistant Commissioner 
for Trademarks 


[1112 TMOG 49] 
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(214) TRADEMARK STATUS INFORMATION 
AVAILABLE ON THE TRADEMARK STATUS LINE 


The Trademark Status Line (703) 557-8747 provides status and status date information for all Trademark applications and 
registrations to users with touch tone telephones. The Trademark Status Line is available from 6:30 A.M. to midnight (Eastern 
Standard Time), Monday through Friday. 

The following is a listing of the status text provided by the Trademark Status Line for each corresponding status code in the 
TRAM system and the usual location of the file when it is in each status. All information in parenthesis is explanatory and is 
not part of the status text. All status codes followed by a “*” are within the blackout period for filing Amendments to Allege 
Use in Intent to Use applications. All status codes followed by a “*” apply to Intent to Use applications only. 


Status Status Usual File 
Code Text Location 


600 Abandoned-Incomplete Response Warehouse 
601 Abandoned-Express Warehouse 
602 Abandoned-Failure to Respond Warehouse 
603 Abandoned-After ex parte Appeal Warehouse 
604 Abandoned-After inter partes decision Warehouse 
605 Abandoned-After Publication Warehouse 
606% Abandoned-No Statement of Use filed Warehouse 

Abandoned-Defective Statement of use Warehouse 
608 Abandoned-After Petition Decision Warehouse 
609 Abandoned-Defective Divided Application Warehouse 

Petition to Revive-received TMEO Dir 

Abandoned-Petition to revive denied Warehouse 

Revived-Awaiting Further Action Law Office 

Abandoned File-Backfile Warehouse 

(Indicates the application existed when the TRAM 

database was created and it is abandoned but the 

reason for the abandonment is unknown.) 

Backfile application added to database 

Status not recorded. 

(Indicates the application existed when the TRAM 

database was created and the status is unknown at 

this time.) 

Misassigned Serial Number File Cover 

(Indicates that the subject serial number was assigned Destroyed 

in error and cancelled. File contents were returned 

to submitter or transferred to another serial number.) 

Registered-Backfile Warehouse 

(Indicates the registration existed when the TRAM 

database was created and remains registered at this 

time.) 

Registration added to the data base Warehouse 

Status unclear 

(Indicates the registration status is unknown at this 

time.) 

Registered-Backfile cancelled or expired Warehouse 

(Indicates the registration is no longer active but the 

reason for this is unknown.) 

New Application-Record initialized not assigned to Law Office 

examiner 

New Application-Divided-Initial processing ITU Unit 

(Indicates a divisional request has been received and 

is being processed.) 

Informal Application Pre-Exam 

(Indicates that the application filed was incomplete.) 

New Application-Assigned to an examiner Law Office 

Non-final action counted-Not mailed Law Office 

Non-final action-Mailed Law Office 

Previous action/approval count withdrawn Law Office 

(Indicates the Examiner has withdrawn an Office 

Action or approval.) 

Final refusal counted-Not mailed Law Office 

Final refusal-Mailed Law Office 

Examiner’s amendment counted-Not mailed Law Office 

Examiner’s amendment-Mailed Law Office 

Action continuing Final counted-Not mailed Law Office 

Action continuing Final-Mailed Law Office 

Suspension inquiry counted-Not mailed Law Office 

Suspension inquiry-Mailed Law Office 

Suspension letter counted-Not mailed Law Office 

Suspension letter-Mailed Law Office 

Report completed suspension check-Case still sus- Law Office 

pended 

Response after non-Final action-Entered Law Office 

Response after Final rejection-Entered Law Office 
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Status Status Usual File 

Code Text Location 


665 Notice of unresponsive amendment-Counted Law Office 
666 Notice of unresponsive amendment-Mailed Law Office 
667 Refusal withdrawal letter-Counted Law Office 
(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
668 Refusal withdrawal letter-Mailed Law Office 
(Refers to an Office Action which withdraws a 
refusal after an ex parte appeal has been filed.) 
672 Reinstated-Awaiting further action Law Office 
(Refers to an application which was reinstated after 
an abandonment due to PTO error.) 
680* Approved for publication Law Office 
(By the examiner) 
681* Publication/Registration review complete Pub. and Issue 
(By the Law Office Clerk) 
686* Published for Opposition Pub. and Issue 
6884 Notice of Allowance-Issued ITU Unit 
689*4 Notice of Allowance-Withdrawn Pub. and Issue 
690*4 Notice of Allowance-Cancelled Pub. and Issue 
692* Withdrawn from publication 
693* Withdrawn from registration-Jurisdiction restored Law Office 
(To Examiner) 
694* Withdrawn from registration 
700 Registered Warehouse 
701 Section 8-Accepted Post Reg. 
702 Section 8 and 15-accepted and acknowledged Post Reg. 
703 Section 15-acknowledged Post Reg. 
704 Partial Section 8 accepted Post Reg. 
705 Partial Section 8 and 15 accepted and acknowledged Post Reg. 
710 Cancelled-Section 8 Warehouse 
711 Cancelled-Section 7(d) Warehouse 
712 Cancelled by court Order under Section 37 Warehouse 
713 Cancelled-Section 18 Warehouse 
714 Cancelled-Section 24 Warehouse 
715 Cancelled-Restored to Pendency Law Office 
(Indicates the subject registration number was 
assigned in error and correction requires restoration 
of the appliaction to pendency) 
Inadvertently issued registration number-Cancelled 
(Indicates the subject registration number was 
assigned in error and has been cancelled.) 
Request for first extension-Filed ITU Unit 
Request for second extension-Filed ITU Unit 
Request for third extension-Filed ITU Unit 
Request for fourth extension-Filed ITU Unit 
Request for fifth extension-Filed ITU Unit 
Extension request refusal-Counted not mailed ITU Unit 
Extension request refusal-Mailed ITU Unit 
First Extension-Granted ITU Unit 
Second Extension-Granted ITU Unit 
Third Extension-Granted ITU Unit 
Fourth Extension-Granted ITU Unit 
Fifth Extension-Granted ITU Unit 
Post registration paper filed-Assigned to paralegal Post Reg. 
Statement of Use-Filed ITU Unit 
Statement of Use-Informal-Letter mailed ITU Unit 
Statement of Use-Informal-Response entered ITU Unit 
Statement of Use-ITU processing complete Law Office 
(Indicates pre-exam processing of the Statement of 
Use at the ITU Unit is complete.) 
Statement of Use-To examiner(For Examination) Law Office 
Statement of Use-Examiner statement counted-Not Law Office 
mailed 
Statement of Use-Examiner Statement-Mailed Law Office 
Examiner statement counted-Not mailed Law Office 
Examiner statement-Mailed Law Office 
Ex parte appeal pending TTAB 
Ex parte appeal-Refusal reversed TTAB 
Ex parte appeal-Refusal affirmed TTAB 
Ex parte appeal dismissed as moot TTAB 
Concurrant use proceeding terminated-Granted TTAB 
Concurrant use proceeding terminated-Denied TTAB 
Concurrent use proceeding pending TTAB 
Interference proceeding pending TTAB 
Interference proceeding terminated TTAB 
Opposition pending TTAB 
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Status 


Text 


Status 


Code 


T15* Opposition dismissed 

rsa Opposition terminated-See TTAB records 

778 Cancellation dismissed 

779* Opposition sustained 

780 Cancellation terminated-See TTABrecords 

7824 Statement of Use-Opposition Decided-Entry of 

Judgement Deferred 

Statement of Use-Cancellation Decided-Entry of 

Judgement Deferred 

Statement of Use-Interference Decided-Entry of 

judgement deferred 

Statement of Use-Concurrant Use Decided-Entry of 

Judgement Deferred 

790 Cancellation Pending 

794 Jurisdiction restored to examiner 

800 Renewed 

801* Opposition instituted 

802* Request for extension of time to file opposition 

803* Amendment after publication 

806“ Statement of Use-Non-final action counted-Not 

mailed 

Statement of Use-Non-final action-Mailed 

Statement of Use-Final refusal counted-Not mailed 

Statement of Use-Final refusal-Mailed 

Statement of Use-Examiner’s amendment counted- 

Not mailed 

Statement of Use-Examiner’s amendment-Mailed 

Statement of Use-Action continuing final counted- 

Not mailed 

Statement of Use-Action continuing final-Mailed 

Statement of Use-Response after non-final action- 

Entered 

Statement of Use-Response after final rejection- 

Entered 

Statement of Use-Notice of unresponsive amend- 

ment-Counted-Not mailed 

Statement of Use-Notice of unresponsive amend- 

ment-Mailed 

Statement of Use accepted-Approved for Registra- 

tion (By the Examiner) 

Statement of Use-Registration review complete (By 

the Law Office Clerk) 

900 Expired (Refers to registration that were not 
renewed.) 


Usual File 
Location 


TTAB 
TTAB 
TTAB 
TTAB 
TTAB 
TTAB 


7834 TTAB 


784’ TTAB 


7854 TTAB 

TTAB 

Law Office 

Post Reg. 

TTAB 

TTAB 

TM Service Division 
Law Office 


Law Office 
Law Office 
Law Office 
Law Office 


807% 
808% 
809% 
810% 


Law Office 
Law Office 


8114 
8124 


Law Office 
Law Office 


8134 
8144 


8154 Law Office 


8164 Law Office 


8174 Law Office 


8184 Law Office 


8194 Pub. and Issue 


Warehouse 


JEFFREY M. SAMUELS 


December 3, 1990 
Assistant Commissioner for Trademarks 


[1122 TMOG 568] 


Several free training classes will be offered to the public. A 


Notices of Abandonment 
four-hour class, consisting of a lecture session and hands-on 


(215) 


The Trademark Operation has begun notifying trademark 
applicants when their pending applications have been aban- 
doned by the Office. Under this new procedure, a computer- 
generated post card bearing the notice, serial number, applicant 
name and abandonment date will be sent to the correspondence 
address designated by the applicant. The post cards will be 
mailed within 2 to 4 weeks after the application is declared 
abandoned. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Jan. 13, 1986 


[1063 TMOG 4] 


Automated Trademark System (X-Search) 
Training for Public Users 


(216) 


X-Search, an enhanced automated trademark searching 
system, is scheduled to become available in July 1993. 


instruction, will be conducted once a month from 4:00 to 8:00 
p.m. This class is for users who have no experience with auto- 
mated trademark seraching. A two-hour class will be conducted 
three times a week for users who have experience with auto- 
mated trademark searching techniques. These classes will be 
held from 5:30 to 7:30 p.m. on Tuesdays and Thursdays and 
from 9:00 to 11:00 a.m. on Saturdays. 

Space in all sessions will be limited. A lottery-type drawing 
will be held to determine specific class assignments. To enter 
the lottery drawing, a completed application form including all 
information shown below may be deposited in the Trademark 
Search Library or submitted via mail or telefax. Applications 
received on or before June 25, 1993, will be included in the 
lottery for classes beginning in July. 

Trainees who fail to appear at their scheduled class will not 
be reassigned until all persons scheduled on the original lottery 
have been accommodated. Subsequent lotteries will be offered 
periodically if demand requires. 

Training for the new system is recommended, but not 
required. In addition to the formal training described above, 
informal demonstrations will take place during business hours 
in the Trademark Search Library, 2900 Crystal Drive, room 
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2B30. These sessions will be available for the first ten days 
following introduction of the X-Search system and will not 
require a reservation. Specific dates will be posted in the Trade- 
mark Search Library. 


Patent and Trademark Office 
Automated Trademark System (X-Search) 
Application Form for Training 


Name 


First Last MI 


Mailing Address 


Phone Number: 
(Area Code) 


Employer: 
Prefer: Two-Hour Saturday Class Two-Hour Tuesday Class 


Two-Hour Thursday Class Four-Hour Class 


Applications should be deposited in the Trademark Search 
Library of forwarded via mail or telefax to: 


Commissioner of Patents and Trademarks 
Box PUTB 

Washington, D.C. 20231 

FAX: 703/305-7786 


THERESA A. BRELSFORD 
Assistant Commissioner for 
Public Services and 
Administration 


May 17, 1993 


[1151 TMOG 52] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, and 10 
[Docket No. 921061-2261] 
[RIN 0651-AA50] 
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Electronic Filing of Patent and Trademark Applications 


Agency: Patent and Trademark Office Commerce 

Action: Advance Notice of Proposed Rulemaking 

Summary: This advance notice of proposed rulemaking is to 
inform the public that the Patent and Trademark office (PTO) 
is considering amending its rules of practice: (1) to allow for 
electronic filing of patent applications and trademark applica- 
tions; and (2) to require applications filed in paper form to 
follow a prescribed order and format. 

The PTO anticipates that permitting electronic filing of appli- 
cations will improve the accuracy of the information relied 
upon in the examination of patent and trademark applications, 
eliminate delays caused by mailing and data entry, and, as a first 
step toward a fully-automated processing system, ultimately 
provide considerable cost savings. The cost savings realized 
could be used to help reduce the need for future fee adjustments 
and/or fund improvements in the delivery of services. Requiring 
applications filed on paper to follow a prescribed order and 
format will enable the PTO to convert these applications to 
electronic format. 

The purposes of this notice are to: (1) invite interested parties 
to participate in pilot programs involving electronic filing of 
patent and trademark applications; and (2) encourage comments 
on this topic, in the form of responses to the questions posed 
in this notice, from industry, the patent and trademark bars, 
and members of the public. 

Dates: Comments should be received on or before Feb. 28, 
1993. 

Addresses: Written comments should be addressed, if sent by 
mail, to the attention of Edward R. Kazenske, Executive Assis- 
tant to the Commissioner and Director of Interdisciplinary Pro- 
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grams, c/o Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. If delivered by hand, comments 
should be brought to the Office of the Executive Assistant to 
the Commissioner and Director of Interdisciplinary Programs, 
Room 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 
For Further Information Contact: Edward R. Kazenske, Execu- 
tive Assistant to the Commissioner and Director of Interdisci- 
plinary Programs, (703) 305-8600. 


SUPPLEMENTARY INFORMATION: 
1. Pilot Programs 


Currently, the PTO accepts patent and trademark applica- 
tions delivered by mail or in person. These applications are in 
paper form or, in the case of patent applications for nucleotide 
sequences, a combination of computer-readable (see 37 CFR 
1.821-1.825) and paper form. 

The PTO is initiating a pilot program that would permit 
electronic filing of patent and trademark applications, using 
software now under consideration by the PTO. Initially, it is 
anticipated that participants in the pilot program would be 
required to use the PTO software to create a diskette, which 
would then be mailed to the PTO along with the paper applica- 
tion generated by the diskette. The diskette would serve the 
limited function of eliminating the initial data entry of applica- 
tions into the PTO databases. 

As part of a second pilot program, a separate group of partici- 
pants is being solicited to file paper applications following a 
prescribed order and format. The paper applications would then 
be scanned and converted to electronic format. Data collected 
from the pilot programs will be evaluated to determine whether 
requiring submission of a paper application in a certain order 
and format facilitates data entry; whether any modifications to 
the electronic filing software are required; and more fundamen- 
tally, whether electronic filing is a feasible, cost-effective alter- 
native to filing in paper form. 


2. Paper Applications 


The PTO contemplates that paper applications will be 
required to follow the order and format of the data elements 
(e.g., inventor, foreign priority information, in the case of a 
patent application; applicant, mark, in the case of a trademark 
application) entered in the electronic filing system. This would 
enable the PTO to scan and convert paper applications to elec- 
tronic applications upon receipt at the PTO. Once the paper 
application is converted into electronic form, processing of the 
application will be done in a purely electronic format. The 
electronic form of the application would become the official 
file. 


3. Electronic Filing 


The PTO contemplates that applicants filing by electronic 
means would be required to use an “Authoring Program” devel- 
oped by the PTO, which will be available to facilitate the 
preparation of an electronic submission and record the submis- 
sion on electronic media. This “Authoring Program” will 
include a validation feature so that applicants, themselves, can 
test whether an electronic submission complies with all require- 
ments. 

The “Authoring Program” software under consideration by 
the PTO will be designed to be compatible with computers 
capable of creating files of standard ASCII (American Standard 
Code for Information interchange) text within one or more of the 
major operating systems environments (e.g., DOS, Windowsr, 
Unix®, and Apple MacIntosh®). 

The format for text in patent applications will specify a set 
of mandatory data elements, similar to those required under 
the Patent Cooperation Treaty. The format for text in trademark 
applications will specify a set of mandatory data elements, 
similar to those required of a “written application” under 15 
U.S.C. 1051. In both the patent and trademark software, specific 
formats will be required for non-textual elements, such as draw- 
ings, formulas, tables and specimens. These non-textual ele- 
ments would be submitted in separate computer files called 
“Presentations,” similar to the presentation of nucleotide 
sequence information in accordance with 37 CFR 1.821-1.825. 
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The PTO also contemplates that certain individuals be desig- 
nated by the agency as qualified “electronic application trans- 
mitters.” Upon application to the PTO, unlimited parties 
meeting specified requirements may be issued Personal Identifi- 
cation Numbers to enable them to transmit applications in 
electronic form on behalf of themselves or other individuals. 

In an effort to facilitate public comment to the questions set 
forth below, the following background information is provid- 
ed: 


4. Background Specific to Electronic Patent Applications 
Signature 


Under 35 U.S.C. 111, a patent application must include an 
oath by the applicant. 35 U.S.C. 25 permits a declaration in 
lieu of oath. The applicant’s signed oath or declaration is not 
required for receipt of a filing date, but may be submitted, 
upon payment of a surcharge, within a prescribed period. 


Certified Copy of Foreign Patent Application 


Under 35 U.S.C. 119, a U.S. patent application may be based 
on a foreign patent application, thus, potentially, conferring 
the benefit of the earlier foreign patent application’ s filing date. 
A certified copy of the foreign patent application is required 
to be filed in the PTO before the patent is granted. 


5. Background Specific to Electronic trademark Applica- 
tions 


Signature 


Under 15 U.S.C. 1051, a trademark application must be 
verified by the applicant. Prior to implementation of the Trade- 
mark Law Revision Act of 1988 (TLRA) on Nov. 16, 1989, 
the PTO permitted verification of the application to be provided 
at any time during the examination process. With implementa- 
tion of the TLRA, the PTO amended its regulations with respect 
to the verification of an application. 37 CFR 2.21, which sets 
forth the minimum requirements for an application to receive 
a filing date, was amended to require that the application be 
signed by the applicant at the time of filing. 


Specimen 


Under 15 U.S.C. 1051, a trademark application based on 
“use in commerce” must include specimens or facsimiles of 
the mark as used. 37 CFR 2.21(a)(5) requires at least one 
specimen or facsimile to be included with the “use” application 
in order to receive a filing date. Applications filed based upon 
a “bona fide” intention to use the mark in commerce, under 
15 U.S.C. 1051(b), must be supplemented with specimens or 
facsimiles before the registration issues. In order to meet the 
minimum requirements for filing an amendment to allege use 
or statement of use, one specimen or facsimile must be sub- 
mitted. 37 CFR 2.76(e)(2) and 2.88(e)(2). 


Certification or Certified Copy of Foreign Registration 


Under 15 U.S.C. 1126(e), “an application [based on a foreign 
registration] shall be accompanied by a certification or a certi- 
fied copy of the registration of the country of origin of the 
applicant.” 37 CFR 2.21(a)(5) requires the certification or certi- 
fied copy to be included with the application in order to receive 
a filing date. 


6. Comments on the following Questions and Any Other 
Related Matters Are Solicited 


Questions Common to Patent and Trademark Applications 


. What benefits do you foresee for the applicant if electronic 
filing is adopted? What disadvantages do you foresee? 

. Should the PTO require paper applications to be filed in a 
specific order and format to facilitate conversion to electronic 
format? What advantages and disadvantages do you foresee? 

. Should the electronic file become the official agency file? 

. Should electronic filing be expanded to encompass amend- 
ments and other submissions to the PTO? 
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. Should paper or electronic application filings receive a filing 
date only if they meet order and format requirements, or 
should compliance be subject to a surcharge? 

. Should the PTO accept electronic filing by diskette, on-line, 
or both? 

. Should applications filed in paper form be converted to 
electronic form by the PTO? Should the PTO charge a fee 
for this service? 

. If paper applications are converted to electronic form by the 
PTO, should the PTO destroy or retain the paper applica- 
tions? 

i. Should fees be processed electronically? 

j. Should the PTO create a registry of “electronic application 
transmitters” capable of transmitting patent and trademark 
applications for others? If so, what, if any, criteria should be 
established before one could be “registered” as an “electronic 
application transmitter?” 


Questions Related Solely to Patent Issues 


. Should the PTO require the oath or declaration to an electroni- 
cally filed patent application be filed on paper to authenticate 
that applicants believe themselves to be original and first 
inventors of the subject matter of the electronically filed 
application? 

If not, how should the filing of the oath or declaration be 
accomplished? 

. How should the filing of certified copies of foreign patent 
applications be accomplished for an electronically filed 
patent application? 


Questions Related Solely to Trademark Issues 


m. Should the PTO require electronically filed applications to 
include a scanned, signed declaration in order to receive a 
filing date? Should the PTO accept declarations in electronic 
form with some type of electronic signature? 

If not, should 37 CFR 2.21 be amended to permit unveri- 
fied applications to be accorded a filing date? if so, within 
what time period must an unverified application be ratified 
by the submission of a signed declaration? 

How long should the PTO retain the signed declaration 
after it has been scanned and merged into the electronic file? 

. Should “use” applications submitted without a specimen be 
given a filing date? 
If so, within what time period after filing must the specimens 
be submitted? 
Should the number of required specimens be reduced? 
How long should the PTO keep the specimens after they are 
scanned and merged into the electronic file? 
o. Should Section 44(e) of the Trademark Act (15 U.S.C 
1126(e)) beamended to permit applicants to submit a facsimile 
of the certification or certified copy of the foreign registration? 
Alternatively, should the statute be amended to permit Sec- 
tion 44(e) applicants to obtain a filing date absent a certification 
or certified copy of the foreign registration? If so, within what 
time period must a Section 44(e) application be supplemented 
with a certificate or certified copy of the foreign registration? 

How long should the PTO retain the certification or certified 
copy after it has been scanned and merged into the electronic 
application? 

7. Candidates for the Pilot Programs 


Any person interested in participating in one of the pilot 
programs identified above is requested to contact Edward R. 
Kazenske, Executive Assistant to the Commissioner and 
Director of Interdisciplinary Programs, c/o Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. If delivered 
by hand, written statements of interest should be brought to 
Suite 906, Crystal Park 2, 2121 Crystal Drive, Arlington, Va. 

Telephone: (703) 305-8600. Please indicate which pilot 
program you wish to participate in and please be certain to 
include a telephone number where you may be reached. 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner 

of Patents and Trademarks 


Nov. 23, 1992 
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(218) “Expedited Local” and “At Cost” Services 
for Certified and Uncertified Copies 

of Patent and Trademark Office Documents 
E ited rvice 

The Patent and Trademark Office (PTO) offers “expedited 
local service” for three products: (1) uncertified patent and 
trademark copies; (2) certified copies of both patent and trade- 
mark applications-as-filed; and (3) certified copies of trademark 
registrations (status and title). Customers can routinely order 
these expedited services, which are specifically identified by 
separate codes in the PTO’s fee schedule. Orders for “expedited 
local service” on these three products may be placed in one of 
four ways: (1) delivered in person to the Office of Public 
Records (OPR) Customer Service Counter, Crystal Gateway 
4, Suite 300; (2) placed in drop boxes located in PTO search 
room facilities; (3) faxed to (703) 308-9759; or (4) delivered 
via overnight delivery services directly to OPR at the following 
address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Orders marked “Expedite” within the product lines described 
above will be processed as “regular service” orders if the correct 
fee does not accompany the order. Please note that orders 
with notations such as “Please Rush”, “Urgent”, or “Please 
Expedite”, and which fall outside the product lines offering 
“expedited local service,” do not receive special processing. 


Customers should note that orders for “expedited local ser- 
vice” are processed based on the date of receipt, not on the 
method of delivery to OPR; fax and overnight delivery service 
orders have the same priority as hand-delivered orders received 
on the same day. Similarly, completed orders for “expedited 
local service” are closed and shipped without regard to the 
requested delivery method or location. 


At Cost Service 

The Office’s fee schedule does not specifically provide for 
other expedited document delivery, largely because of the 
uncertainty and risk involved in promising services for which 
either the media/papers to satisfy the order or PTO staff support 
might not be available. However, the Office recognizes that 
there are situations, such as litigation, due dates imposed by 
foreign intellectual property offices, or pending commercial 
transactions, which require an extraordinary level of service in 
order to meet a most urgent deadline. Accordingly, the OPR 
practice has been to receive and process these requests on a 
case-by-case basis, and to charge for them based on the pub- 
lished product/service fee code, plus a combination of “Labor 
Services” (484, 584) and “Other Services at Cost” (485,585). 
This commonly has been referred to as “at cost service.” 


OPR’s ability to provide “at cost” services for copies of 
patent and trademark documents is based largely upon the ready 
availability of source documents, either on microform or via 
access to electronic images. Consequently, orders for copies 
of file wrappers and contents usually cannot be accepted for 
filling on an “at cost” basis. While every effort will be made 
to assist all customers, the PTO cannot always guarantee 
delivery of documents on or before requested dates. Turnaround 
time for this service is dependent on the scope and complexity 
of the specific request, staff resources which can be diverted, 
and other priority orders in inventory. 


Requests for “at cost” services must be in writing and on 
letterhead from the applicant, attorney of record, or the assignee. 
The letter must state the reason for requesting “at cost” service, 
such as active litigation or a pending commercial transaction. 
The letter must also include the dates the documents are needed. 
Detailed justification/disclosure of commercial or confidential 
business information is not required, but there must be a clear 
sense of urgency in the request. 
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Requests for “‘at cost” services may be placed in one of three 
ways: (1) hand delivered to the OPR Customer Service Counter 
in Crystal Gateway 4, Suite 300; (2) faxed to (703) 308-9759; 
(3) or sent via overnight delivery service directly to OPR at 
the following address: 


U.S. Patent and Trademark Office 
Office of Public Records 
Customer Service, 3rd Floor 

1213 Jefferson Davis Highway 
Arlington, Va. 22202 


Based on a review of the specific request, a Customer Service 
Representative will contact the requester to discuss the feasi- 
bility of meeting the deadline and the total cost involved. The 
minimum charge for filling an “at cost” order for copies of 
patent and trademark documents will be $120 (3 hours labor 
at $40 per hour), plus the published product/service fee per 
copy. Customers will be asked to approve all charges before 
any work begins. Customers sending requests via overnight 
delivery services must specify payment via PTO deposit 
account, MasterCard, or Visa. “Walkup” customers also may 
pay by check at the PTO Office of Finance Cashier in Crystal 
Gateway 4 following discussions with OPR Customer Services 
staff and acceptance of their order. 


“At cost” service requests dropped at PTO search room 
locations or sent to the general PTO address will be processed 
as “regular service” orders. “At cost” orders are processed 
based on the date of acceptance, not on the method of delivery 
to OPR; “at cost” requests sent via fax and overnight delivery 
service go through the same review and acceptance process as 
those hand-delivered. Regardless of which method is used to 
transmit an “at cost” request, the customer designated point- 
of-contact should have full authority to discuss the requirement; 
be able to discuss the impact of any possible change in the 
expected due date; and be authorized to make payment in full. 


Completed “at cost” orders will be sent to the customer via 
overnight delivery service to ensure continuous tracking while 
in transit and to confirm receipt. On request, completed “at 
cost” orders may be picked up/signed for at the OPR Customer 
Service Counter. 


Questions concerning either “expedited local service” or “at 
cost” services for copies of patent and trademark documents 
should be directed to OPR Customer Service at (703) 308- 
9726, or via e-mail address at certdiv@uspto.gov. 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


May 29, 1998 
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(219) Notice of a Change in Procedure Regarding 
Requests for Certification Services 


The purpose of this notice is to inform the trademark commu- 
nity of a change of address for all requests for certification 
services and to amend in part a previous notice entitled “Expe- 
dited Services for Certified Copies of Trademark Registration” 
published at 1070 TMOG 4 (Sept. 16, 1986). 

All requests for certified and uncertified copies of trademark 
documents pertaining to applications and registrations (i.e., 
application files, file wrappers, trademark title and status 
reports, registrations, etc.) must now go to the Certification 
Division, Office of Public Records, at the following mailing 
address: 


Commissioner of Patents and Trademarks 
Box 10, Certification Division 
Washington, D.C. 20231 


Requests can also be hand-carried to any of the following 
three locations: 
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Attorney’s Window 
Crystal Plaza 4, First Floor 
Arlington, Virginia 22202 


Attorney’s Window 
South Tower, Second Floor 
2900 Crystal Drive 
Arlington, Virginia 22202 


Office of Public Records 
North Tower, Tenth Floor 
2800 Crystal Drive 
Arlington, Virginia 22202 


In addition, requests with deposit account orders can be 
transmitted by facsimile transmission to (703) 308-7048. 

There will no longer be a limit on the number of requests 
for certified trademark documents. 

Turnaround times for all requests, except requests for regular 
service for certified copies of trademark registrations, will 
remain unchanged and will be based upon the date of receipt 
by the Certification Division. Requests for certified copies of 
trademark registrations will be processed and mailed back to 
the requester within ten calendar days from the date of receipt 
by the Certification Division from the Patent and Trademark 
Office mail room. Requests for expedited services for certified 
copies of trademark registrations will continue to be processed 
and mailed back to the requester within three working days 
after they are received by the Certification Division from the 
Patent and Trademark Office mail room. 

Requests for negative certificates will continue to be han- 
dled by the Post Registration Section of the Office of Trademark 
Services. 

Requests mailed to the prior address will be forwarded to 


the Certification Division. General inquires should be made to - 


the above mailing address or to the Special Handling Section, 
Certification Division, at (703) 308-9726. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


July 1, 1994 
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Certified Copies of Trademark 
Applications/Registrations 


(220) 


The Trademark Operation is in the process of microfilming 
its records and, as this proceeds, requests for certified copies 
of applications and, eventually, registrations, will be furnished 
from the microfilmed records. Such certified copies will not 
contain copies of the file jacket. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Jan. 17, 1984 
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Public User Identification Passes 
USPTO Public Search Facilities 


The USPTO Public Search Services Division, responsible 
for the public search facilities in the Patent Search Room and 
the Trademark Search Library, is installing the new User Identi- 
fication Pass system announced in the Official Gazette dated 
January 6, 1998. This system will replace the current passes 
used in the facilities with a new user number and a laminated 
identification badge. Later reissues of the badge are expected 
to add a photo of the user. Badges will be reissued every 
January upon validating and updating identification informa- 
tion. Information will be digitally stored so that validation and 
reissue will be speedy. There is a $15 fee for replacement of 
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lost or forgotten badges; first issue and annual reissues are 
without fee. Badges must be visible at all times within the 
Patent Office building complex. The new user numbers will 
be used by the File Information Unit for public users requesting 
and checking out files. 


Patrons using the Patent and Trademark Public Search Facili- 
ties as well as office areas must obtain a new badge before 
entering the Patent and Trademark Office complex. The process 
takes five to ten minutes for a first time issue. Effective immedi- 
ately, equipment is available to issue the new badges for both 
patent and trademark public users at the Patent Search Room 
Reception Desk in Crystal Plaza 3, Lobby. The Patent Search 
Room is open Monday through Friday from 8 AM to 8 PM. 
The new User Passes will be required after August 15, 1998; 
old passes will not be valid after this date. 


WESLEY H. GEWEHR 
Administrator for 
Information Dissemination 


August 3, 1998 
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(222) Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 
and Enforcement Procedures 


Agency: Patent and Trademark Office, Department of Com- 
merce 

Action: Notice 

Summary: The Patent and Trademark Office is revising its 
regulations relating to use of Patent and Trademark Office 
records or search facilities and procedures for enforcing these 
regulations. These regulations and their enforcement are neces- 
sary to promote an atmosphere conducive to research and to 
maintain the integrity of the files and records in the Patent and 
Trademark Office. 

Effective Date: July 1, 1987 

For Further Information Contact: Theresa A. Brelsford, 
Assistant Commissioner for Administration, Patent and Trade- 
mark Office, Washington, D.C. 20231, (703) 557-2290. 
Supplementary Information: The procedures will apply to 
all visitors to the Patent and Trademark Office. 

Visitors are reminded that unauthorized removal of govern- 
ment material or property may be prosecuted as a criminal 
felony under the provisions of 18 U.S.C. 2071, in addition to 
the imposition of administrative sanctions contained in these 
procedures. 


Regulations Relating to the Use of Patent and 
Trademark Office Records or Search Facilities 


These regulations are established for all persons using the facili- 
ties of the Patent and Trademark Office (PTO), and will be 
appropriately enforced as specified herein. 

Smoking within PTO is prohibited except in designated areas 
(41 CFR 101-20.109-10). 

All persons using the facilities of the PTO are subject to 
regulations governing conduct on property under the charge of 
the General Services Administration which appear in 41 CFR 
Subpart 101-20.3 (41 CFR §§ 101-20.300 through 101-20.315). 

Packages, briefcases and other personal effects brought into 
the PTO, as well as storage lockers provided for general use, 
are subject to search by authorized personnel for reasonable 
cause under the provisions of 41 CFR 101-20.301. 

Unauthorized removal of PTO files, documents, reference 
materials, or any government property is prohibited. In addition 
to the administrative sanctions specified in these regulations, 
violators may also be subject to arrest and prosecution under 
the provisions of 18 U.S.C. 2071 which carries a possible “fine 
of $2,000 or imprisonment for not more than three years, or 
both”, and/or the violator may be subject to discipline under 
the PTO Code of Professional Responsibility if he or she is a 
practitioner as defined in 37 CFR 10.1(r). 

All persons must comply with posted Official Notices and 
with verbal requests made by PTO personnel for compliance 
with these regulations. 
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(223) 


1. User Passes 


a. 


Individuals visiting any area of the PTO must obtain 
a valid, non-transferable user pass and wear it visibly 
displayed at all times while on the premises. 
Permanent User Passes may be obtained from the Man- 
ager of the Patent Public Search Room. The first Per- 
manent User Pass is issued at no charge. Permanent 
User Passes subsequently issued as replacements will 
be provided at a charge of $5.00 per Pass. The holder 
of a Permanent User Pass may be issued one (1) Tem- 
porary User Pass, within a ninety (90) day period at 
no charge. A request for a second Temporary User 
Pass during the same ninety day period will require 
the purchase of a Permanent User Pass at the required 
replacement fee. 

Temporary User Passes may be obtained by visitors 
at no charge from the managers of the Patent or Trade- 
mark Public Search Rooms and are valid through the 
expiration date stamped thereon. 

Permanent and Temporary User Passes must be sur- 
rendered to the PTO upon request for cause. 


of Search Areas 
The Patent and Trademark Office facilities may be used 
by visitors only during the hours specified, Monday 
through Friday, and are closed to the public on Satur- 
days, Sundays and Legal Holidays: 
Patent Public Search Rm., 

Mezzanine and Microfilm 

NMI caspicpesctoessgniciacerenssotoesion 8:00 a.m.-8:00 p.m.* 
Trademark Public Search Rm.. 8:00 a.m.-5:30 p.m.* 
Assignment Search Rm., 
Public Service Center, and Scientific 

PMN onc s<scovesconeaetectoeticasoosoes 8:30 a.m.-5:00 p.m.* 
Patent Examining Organizations 

Trademark Examining 

Law Offices and all other public access areas of the 
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Loud talking or any conduct which may be disruptive 
to others. 

Use of radios, televisions, typewriters, photographic 
equipment, dictation equipment and other mechanical, 
electrical or electronic items without specific authori- 
zation from an Assistant Commissioner of the PTO. 
Improper use, mutilation, destruction or unauthorized 
removal of PTO records, documents or government 
property. 

Reserving seats or work areas. 

Affixing messages to walls, telephone booths or other 
government property, except designated message 
boards. 

Use of the PTO as a mailing address, use of PTO 
stationery, and use of PTO emblem or seal. 

Use of PTO telephones and other office equipment, 
such as copiers, etc., except where specifically pro- 
vided for public use. This includes the use of PTO 
telephones to receive incoming calls. 

Use of any computer terminal other than the TRAM 
terminals provided for public use in the Trademark 
Search Library, and the CASPIR and FOUR-PHASE 
terminals (or CASSIS terminal if the FOUR-PHASE 
terminals are not operating) provided in the Patent 
Public Search Room for public use. 

Placing PTO files or documents, government property 
or government owned reference materials in rental 
storage lockers. 

Use of rental storage lockers without depositing the 
required fee or holding the key to a storage locker 
beyond the specified maximum period of use. 


[1079 TMOG 7] 


(223) Procedures for Enforcement of the Regulations 
Relating to the Use of Patent and Trademark Office 
Records or Search Facilities 


8:30 a.m.-5:00 p.m.* 


* Clearing of these areas would begin prior to this time to ensureall visitors are 


out of the building by the time designated. 


b. 


Materials available for search purposes in the Patent 
and Assignment Search Rooms and patent application 
file histories shall not be removed from those areas. 
Trademark registrations in the Trademark Search 
Library shall not be removed from the secured bundles 
in the registered file. Photocopying from bound vol- 
umes of trademarks is prohibited. 

Trademark files shall not be removed from PTO space 
in Crystal Plz. Bldg. 2. 

Use of Patent Examining Group search areas is strictly 
limited to searching materials unavailable in the Patent 
Public Search Room or the Scientific Library. Exam- 
ining Group search areas may be used only when such 
use does not conflict with the regular business of the 
organization. 

Visitors to a Patent Examining Group Search Area 
must register with the designated Group Search Area 
representative indicating the times entering and leaving 
the area, User Pass number, and the class(es) and sub- 
class(es) to be searched. 

Documents removed from the files of Patent Exam- 
ining Group search areas must be immediately returned 
to their proper location after use. Documents shall not 
be removed from the area in which they were obtained 
without specific written authorization from a Group 
Director or Supervisory Patent Examiner in the Exam- 
ining Group where the material(s) reside. Such authori- 
zation will not be given for U.S. Patents and other 
material readily available through the Scientific 
Library. 


3. PROHIBITIONS 
The following are prohibited: 


a. 


Conduct which is rude or abusive to PTO employees 
or others. 

Smoking and consumption of food or beverages in 
other than designated areas. 


Under applicable statutes and regulations, including 40 
U.S.C. 486(c), 41 CFR 101-20.3, and appropriate sections of 
Department Organization Orders 10-14 and 30-3 of the Depart- 
ment of Commerce, the procedures appearing below are estab- 
lished. 


1. Violations involving unauthorized removal of PTO files, 
documents, records or government property. 


a. 
b. 


Each observed or reported violation will be investigated. 
Persons found in possession of PTO material or govern- 
ment property, other than in areas or under circumstances 
where possession is specifically authorized, shall be 
required to immediately surrender the material or property 
and if appropriate, their User Pass. An oral explanation 
for the possession of such material or property will be 
requested by the PTO. 


. Each incident involving unauthorized possession of PTO 


material or government property shall be immediately 
reported by telephone or in person to the Office or Group 
Director of the area from which the material or property 
was taken. 


. If it appears to the Office or Group Director that posses- 


sion of the materials was inadvertent or otherwise uninten- 
tional, no further action will be taken. The materials will 
be replaced appropriately and the person’s User Pass will 
be returned. : 


. If it appears to the Office or Group Director that posses- 


sion of the materials was intentional, all persons involved 
shall be required to submit written statements detailing 
the circumstances and, in the case of a PTO User/visitor, 
show cause why the User Pass and visitor privileges 
should not be suspended or revoked. Statements will also 
be obtained from other witnesses where appropriate. The 
material or property shall be secured for possible use as 
evidence by the Office or Group Director, if appropriate. 


. If the involved person possesses a Permanent User Pass, 


it shall be retained and forwarded with the written state- 
ments to the Assistant Commissioner for Administration. 
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A Temporary User Pass may be issued as replacement by 
the Assistant Commissioner for Administration, pending 
action on an alleged violation. 

. If the involved person possesses only a Temporary User 
Pass it shall be retained and forwarded with the written 
statements to the Assistant Commissioner for Administra- 
tion within two weeks of the incident. No replacement 
will be provided pending action by the Assistant Commis- 
sioner for Administration. 


. Other violations of public use regulations. 

a. Each observed or reported violation will be investi- 
gated. The persons involved shall be informed of the 
nature of the violation and requested to comply with 
regulations. 

. If it appears that the violation was inadvertent or otherwise 
unintentional and the involved person immediately con- 
forms to the regulations, no further action will be taken. 

. If the violation appears to be intentional or if the person 
involved refuses to comply with a verbal request from a 
PTO employee or continues to violate the regulations after 
being requested to comply, the person shall be required to 
surrender his or her User Pass to the PTO. A written report 
of each violation and the User Pass will be submitted to 
the Assistant Commissioner for Administration for a final 
decision. User Pass replacement procedures shall be as 
specified in paragraphs 1-f. or 1.g. 

. If the Assistant Commissioner for Administration deter- 
mines that a reported violation was inadvertent or other- 
wise not intentional, the User Pass will be returned and 
no further action will be taken. In all other cases, the 
Assistant Commissioner for Administration will request 
the person involved to show cause in writing why his or 
her User Pass and visitor privileges should not be sus- 
pended or revoked. 

. A written decision will be rendered by the Assistant Com- 
missioner for Administration after consideration of any 
timely submitted response. 

. In the case of a written decision by the Assistant Commis- 
sioner for Administration adverse to a practitioner as 
defined by 37 CFR 10.1(r), a copy of the written decision 
will be forwarded to the Director of the Office of Enroll- 
ment and Discipline for whatever further action, including 
sanctions, as may be appropriate under the PTO Code of 
Professional Responsibility. 


. Factors to be Considered in Assessing Penalties. 

a. Penalties will be determined on a case by case basis. 

b. Prior violations of regulations will be considered when 
assessing whether any violation is willful, deliberate or 
intentional, and when determining the penalty to be 
imposed. 

>. Penalties may be assessed as follows, depending on cir- 
cumstances: 
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(1) For a first offense: from a written warning to a 30 
day suspension of the User Pass and visitor privileges. 

(2) For a second offense: a suspension of the User Pass 
and visitor privileges from 5 days to one year. 

(3) For a third or subsequent offense: from a suspension 

of 30 days to permanent revocation of the User Pass 
and visitor privileges. 
For any single serious or aggravated violation: suspen- 
sion of the User Pass and visitor privileges for up to 
one year or permanent revocation of the User Pass and 
visitor privileges. A serious or aggravated violation is 
defined as any instance involving multiple violations 
of regulations during a single event or acts which 
also constitute a violation of Federal or local criminal 
law. 


4. Record of Penalties Imposed. 

A record of penalties imposed for given violations will be 
maintained by the Assistant Commissioner for Administration. 
These records will be made available to the public upon request. 


5. Use of Public Facilities During Suspension or After Revoca- 
tion of User Pass. 

No individual will be permitted to use the facilities specified 
in these regulations while his or her User Pass is suspended 
or revoked. 


6. Absence of Assistant Commissioner for Administration. 
In the absence of the Assistant Commissioner for Administra- 

tion, the Deputy Assistant Commissioner for Administration 

will carry out the responsibilities assigned by these regulations. 


7. Absence of Designated PTO Officials. 

In the absence of any Designated PTO Official, a Deputy 
or Acting Official will carry out the responsibilities assigned 
by these regulations. 


8. Assistance. 

PTO employees may, when necessary, request the Security 
Officer of the Patent and Trademark Office or the Federal 
Protective Service or their contractors to provide assistance in 
carrying out their assigned responsibilities in paragraphs | and 
es 


9. Appeals. 

Decisions rendered by the Assistant Commissioner for 
Administration may be reviewed on petition to the Commis- 
sioner. 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


May 11, 1987 
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THE RETENTION SCHEDULE FOR TRADEMARK RECORDS 


As with most government agencies, the Patent and Trademark Office disposes of old files, papers and records pursuant to a 
specific schedule. In an effort to clarify any questions concerning the procedures for disposing of Trademark records and in 
response to public inquiries, the present Retention Schedule for Trademark Records and other records including trademark 
matters which may be of interest to the public is set forth as follows: 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


dence with private individuals, the Department of State and other countries; 
reports, records of international meetings concerning patents; trademarks and 
other matters pertaining to the protection of intellectual property throughout 


the world; and other materials relating to international affairs. 


Proposed Intellectual Property Legislation Files.D ocuments accumulated in 
the preparation and processing of legislation proposed by or in the interests 
of the Patent and Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 
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Trademark Adversary Proceedings Files. Consists of Trademark Opposition, 
Cancellation, Interference, and Concurrent-Use proceedings files. 


Canceled Trademark Registration Files. Consists of original application and 
all related correspondence. 


Expired Trademark Registration Files. Consists of original application and all 
related correspondence. 


Abandoned Trademark Application Files. Consists of original application and 
all related correspondence. 


Trademark Renewal Index. Index to trademark registration that are renewed. 


Indexes to Trademark Applications. Index shows applicant’s name, serial 
number of application, filing date, name of mark description of goods, attorney’s 
name, and final disposition of the application. 


A. Applicant’s Index. 
B. Serial Index. 


Proceedings Index to Trademark Adversary Proceedings. Index arranged by 
type of proceeding. Shows status of proceeding prior to and immediately after 
a decision by the Board. 


Trademark Adversary Proceeding Records. Card file showing records of Trade- 
mark Adversary Proceedings. 


Trademarks Published in Official Gazette. Clippings of marks from Official 
Gazette. 


a. Those which have been opposed. 


b. All others. 


Trademark Registrant’s Index.Index to Trademark registrant’s name, includes 
serial and registration numbers, date of registration, line of goods and other 
related information. 


Class of Goods Index. Card index used to indicate into what class any conceiv- 
able goods may fall. 


Index to Trademark Trial and Appeal Board Cases. Record of trademark trial 
and appeal board cases. 


Public Advisory Committee for Trademark Affairs Files. 


a. Agenda, minutes, correspondence, reports and related supporting files. 


b. Paper and reference materials. 


Seminar in Trademark Practice and Procedure Files. Record set of training 
materials used in training trademark examiners. 


Trademark Petitions Files. Petitions to the Commissioner relating to trademarks 
with related materials. 

a. Original Petitions in trademark case file. 

b. Other copies. 


Trademark Protest Letters. Letters of protest to the Commissioner related to 
trademarks. 


International Patent and Trademark Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to international patent 
and trademark programs. 
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The past schedule to destroy after 10 years 
is in the process of being changed. At this 
time, these records are not being disposed of 
pending the new amendment to this section. 


Destroy 2 years after the date of cancella- 
tion. 


Destroy 2 years after expiration of registra- 
tion. 


Destroy 2 years after date of abandonment. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy 3 years after termination of the 
proceeding. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Retain in agency until no longer needed for 
reference. 


Destroy when mark is registered. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


Destroy after information transferred to 
magnetic media. 


PERMANENT. Offer to National Archives 
when no longer needed for reference. 


PERMANENT. Transfer to Federal 
Records when 10 years old. Offer to 
National Archives when 25 years old. 


Destroy when 10 years old or no longer 
needed for reference, whichever is sooner. 


PERMANENT. Transfer to _ Federal 


Records Center when 10 years old. Offer 
to National Archives when 25 years old. 


Dispose of with related case file. 
Destroy when 2 years old. 


Destroy when no longer needed or when 
three years old, whichever is earlier. 


PERMANENT. Transfer to office respon- 
sible for international affairs after case is 
closed. 
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Destroy 5 years after close of case or 
sooner if no longer needed. 


Marcu 21, 2000 U.S. PATENT AND TRADEMARK OFFICE 


a. Records that supplement the International Property Activities Case Files 
(Item 103). 


PERMANENT. Transfer to FRC 5 years 
after close of case. Offer to National 
Archives when 25 years old. 


b. Other materials. 


PERMANENT. Transfer to FRC after 5 
years. Offer to National Archives when 25 
years old. 


International Intellectual Property Activities Case Files. Project case files 
showing Patent and Trademark Office activity relating to problems concerning 
the protection of intellectual property throughout the world. Includes correspon- 
dence with private individuals, the Department of State and other countries; 
reports; records of international meetings concerning patents, trademarks and 
other matters pertaining to the protection of intellectual property throughout 
the world; and other materials relating to international affairs. 


Destroy 30 days after applicant is notified 
that the specimens are unacceptable, unless 
picked up sooner by the applicant. 


Proposed Intellectual Property Legislation Files. Documents accumulated in 
the preparation and processing of legislation proposed by or in the interest of 
the Patent and Trademark Office. Includes drafts or legislation, reports to 
committees on introduced legislation, and comments on legislative proposals. 


Bulky Trademark Specimens. Trademark applications specimens which do not 
strictly meet the basic requirements for physical form of specimens which 
state: 


1. That they be made of material suitable for being placed inside a manila 
file wrapper. 

2. That they be capable of being arranged flat, such as being folded. 

3. That they be of a size not to exceed 8 1/2 inches wide by 13 inches long. 
(Rule 2.56). 


These requirements provide for specimens which will fit inside the applica- 
tion file wrapper, which is 9 x 14 inches in size and which will conveniently 
expand to about one inch thickness. 


Specimens which do not meet the above requirements are referred to as 
“bulky” specimens and the Examiner must require that they be replaced by 
specimens of acceptable size and shape. 


SAUL LEFKOWITZ 
Acting Assistant Commissioner 
for Trademarks 


February 28, 1979 


[980 TMOG 16] 


PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Reports to the Commissioner. Reports received by the Com- 
missioner from the Patent and Trademark Office staff and 
maintained as separate series. 

PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Index to Commissioner’s Correspondence and Subject Files. 
Card index to records described under Item 1. 

PERMANENT. Transfer to Federal Records Center with 
related files. Offer to National Archives with related 
files. 

. Deputy Commissioner's Correspondence and Subject Files. 
Correspondence to and from other public officials, members 
of the public, and the Patent and Trademark Office staff, 
with related materials (exclusive of records retained in Item 
1). 


(225) Proposed Records Control Schedule 


As with most government agencies, the Patent and Trade- 
mark Office periodically updates the schedule it uses to dispose 
of old files, papers and records. Set forth below is a recent 
update of the Patent and Trademark Office’s Records Control 
Schedule. The schedule is currently being reviewed by the 
National Archives and Records Administration and, following 
its approval, will constitute the basis for disposing of Patent 
and Trademark Office records. 

Any comments or questions related to the proposed schedule 
should be directed to John Hassett, (703) 557-0183. Written 
comments should be mailed to: 


John Hassett, Director 
Patent and Trademark Office 
Crystal Plz. 1, Lobby 
Washington, D.C. 20231 


THERESA A. BRELSFORD 
Assistant Commissioner 
for Administration 


June 17, 1986 PERMANENT. Transfer to Federal Records Center 
when 5 years old. Offer to National Archives when 25 
years old. 

. Policy Documentation Files. Formal policy and procedural 

issuances, current and obsolete, such as organizational charts, 


Commissioner’s and Deputy Commissioner’s Records 


. Commissioner’s Correspondence and Subject Files. Corre- 
spondence to and from other public officials, members of 
the public, and the Patent and Tradmark Office staff; reports; 
special investigations and survey reports; and related mate- 
rials. (See index under Item 3). 


regulations, orders, circulars, manuals, and other types of 
directives, with related forms, recommendations, endorse- 
ments, clearances and comments. 
PERMANENT. Transfer to FRC when obsolete. Offer 
to National Archives when 25 years old. 


. Work-Flow Control and/or Statistical Reports Files. Various 


periodic statistical reports used to show the flow of work 
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through the Patent and Trademark Office and the printers, 
such as PALM, TRAM, PMS Statistical Reports on Patents 
to printers, and similar reports. 

Destroy when 5 years old or sooner if no longer needed. 

. Production and Pendency Reports Files. Quarterly, monthly, 
and biweekly statistical reports prepared to show the produc- 
tion and quality output of examiners and clerks and the status 
of the assigned frojects. Reports are mainly used to evaluate 
the efficiency of personnel for promotion purposes. 

a. Office of Assistant Commissioners or equivalent. 
Transfer to FRC when 5 years old. Destroy when 10 years. 
b. Other Offices. 
Destroy when updated report is received. 

. Special Studies Files. Report on special studies surveys, and 
inspections of operations, management and systems with 
related papers showing their inception, scope, procedure and 
results. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 25 years old. 

. Narrative and Statistical Reports Files. Annual or other 
periodic narrative and statistical reports. 

a. Reports to the Office of the Commissioner and the Offices 
of the Assistant Commissioners. 
PERMANENT. Transfer to FRC when 10 years old. Offer 
to the National Archives when 25 years old. 

b. Other Offices. 
Destroy when 5 years old. 

10. Internal Administrative Files. Administrative operations 
files of organizational offices, consisting of: 

a. Correspondence concerning routine or temporary internal 
administrative matters. 
Destroy when 2 years old. 
. Office personnel files. 
Destroy after separation of employee. 
. Completed requisitions for services, supplies and equip- 
ment, and travel documents. 
Destroy 1 year after action is completed. 
. Records pertaining to charity drives, bond campaigns, 
blood donations, and other voluntary activities. 
Destroy on completion of program. 
e. Hand receipt files. 
Destroy when property is accounted for. 
f. Suspense files. 
Destroy when purpose is served. 
g. Chronological files. 
Destroy when 2 years old. 

11. Program Planning and Evaluation Files. Files showing the 
overall development of Patent and Trademark Office plans 
and the evaluation of their effectiveness. Included are one 
copy of each staff study, evaluation report, system study, 
and related correspondence and background materials. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

12. Surplus Property Case Files. Case files on disposal of 
surplus real and related personal property. 

Transfer to FRC 3 years after close of file. Destroy 10 
years after close of file. 

13. Excess Real Property Reports. Reports of real property 
with related papers. 

Destroy when 10 years old. 

14. Budget Policy and Procedure Correspondence Files. Corre- 
spondence files showing Patent and Trademark Office policy 
and procedure governing budget administration, and 
reflecting expenditures for Patent and Trademark Office pro- 
grams. 

PERMANENT. Transfer to FRC when 10 years old. 

Offer to National Archives when 25 years old. 

15. Budget Estimates Files. File copies of budget estimated 
comprising appropriation language sheets, narrative state- 
ments, and related schedules and data. 

PERMANENT. Transfer to FRC after 10 years. Offer 
to National Archives when 25 years old. 

16. Records Disposition Files. Descriptive inventories, disposal 
authorizations, schedules for retirement of records and corre- 
spondence or memoranda relating to revisions. 

PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

17. Forms Files. One copy of each form with data showing 
the inception and scope of the form, the program or adminis- 
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trative purpose of the form, and the related procedure insti- 
tuted, revised, superseded, or canceled. 
PERMANENT. Offer to National Archives when 25 
years old or when no longer needed, whichever is longer. 

18. Systems Development Program Files. Program documents, 
schedules, and correspondence pertaining to the execution, 
review, and analysis of Patent Office research and develop- 
ment programs, and relating to the general planning and 
supervision of the programs. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion to program. Offer to National Archives 20 years 
later or when 25 years old, whichever is sooner. 

19. Systems Development Task Force, Committee, and Board 
Files. Agendas, directives, minutes of meetings, and related 
papers, of Task Forces, Committees, Board, etc. of which 
the Patent Office serves as Secretary, or Chairman thereof. 

PERMANENT. Transfer to FRC 5 years after close of 
file. Offer to National Archives 20 years later or after 
25 years old, whichever is sooner. 

20. Technical Report Files. One copy of each technical report 
of unpublished manuscript or report prepared in connection 
with a project, terminal narratives, statistical and graphic 
complications, summarizations, analyses, and related papers. 

PERMANENT. Transfer to FRC when 5 years old. Offer 
to National Archives when 25 years old. 

21. Systems Development Project Case Files. Project case files 
reflecting a complete history of each project from initiation 
through research, development, design, and testing to com- 
pletion. 

PERMANENT. Transfer to FRC 5 years after comple- 
tion or termination of project. Offer to National 
Archives when 25 years old. 


ADP Records 
(also in GRS 20) 


22. ADP Planning Documents Files. Planning documents 

consisting of master plan, feasibility studies with associated 

charts and diagrams, and supporting data that reflect on 

characteristics of the data automation activity. 
PERMANENT. When no longer needed or used offer 
to National Archives with related materials. 

23. ADP Program Management Files. Program management 
documents consisting of the development of plans, policy, 
and procedures governing the conversion of electrical 
machine operations and the supervision, control, coordina- 
tion, and operation of the mechanization program. 

PERMANENT. Offer to National Archives with related 
materials. 

24. ADP Standardizations Files. Standardization files con- 
sisting of data elements and codes, standardization requests, 
and jusification for all data systems developed by or for the 
Patent Office. 

PERMANENT. Offer to National Archives with related 
materials. 

25. ADP Data Systems Planning Files. Documents containing 
definition of the system. 

PERMANENT. Offer to National Archives with related 
materials. 

26. ADP Information Retrieval System Master Reference File. 
Magnetic media containing an index to patents and trade- 
marks and publications. 

PERMANENT. Offer to National Archives on termina- 
tion of Patent and Trademark Office. 

27. Publication Tape File. Magnetic media which are repro- 
duced and disseminated as publication or used for repro- 
ducing a printed publication. 

PERMANENT. Offer to National Archives whenpubli- 
cation needs cease. 


Patent Records 


28. Advertising Files. Copies of proposed advertising matter, 
circulars, letters, cards, and related correspondence intended 
to solicit patent business and submitted by registrants as 
required by regulations. 

Destroy when 25 years old. 
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29. Complaint Files. Case files relating to complaints made 
against attorneys registered to practice before the Patent 
Office. 

Destroy on death of attorney. 

30. Board of Appeals Decisions Files. Copies of Board of 
Appeals decisions with related background materials. 

a. Cases patented. 
Destroy 10 years after patent issued. 
b. All others. 
Destroy 10 years after appeal is decided. 

31. Indexes to Appeal Cases. Indexes, arranged in various ways, 
to the appeal cases. 

Destroy 30 years after date of appeal. 

32. Declaration of Assistance Received Files. Form received 
from applicants showing assistance received, if any, in the 
preparation of application for patent (PTOL-284). 

33. Academy Lecture Files. Lectures prepared by the Staff for 
presentation at the Academy. (These lectures are updated 
periodically to reflect the changing views of the Patent and 
Trademark Office) 

a. Historical Sample 
PERMANENT. Retain | copy of each basic lecture and 
of any major changes made to it. Offer to NARS when 
25 years old. 

b. All other copies. 
Destroy when obsolete. 

34. Academy Training Sessions Files. Background materials 
relating to each session of the Patent Office Academy, 
including names of attendees and instructors, schedule of 
classes, evaluation sheets, and related materials. 

PERMANENT. Offer to National Archives when 25 
years old. 

35. Academy Examinations Files. Completed examinations of 
persons attending the Academy. 

Destroy when | year old. 

36. Academy Application Files. Applications for training in the 
Academy, including memoranda of agreement and personal 
history statements. 

Destroy when 2 years old. 

37. Academy Correspondence File. Correspondence relating to 

the courses offered by the Patent Office Academy. 
Destroy when 5 years old. 
38. Disclosure Document File. Documents submitted by inven- 
tors as evidence of the date of conception of an invention. 
a. Disclosure Documents referred to in a separate letter in 
a related patent application filed within two years. 
Dispose of with related patent application. 

b. Disclosure Documents not referred to. 
Destroy when 2 years old. 

39. Disclosure Documents Index. Cross-reference index to Dis- 
closure Documents maintained by inventor’s name: and 
includes DD number and date of receipt. 

Destroy with related DD’s. 

40. Index to Patents Available for License or Sale. Index created 
when a patent is made available for license or sale, issued 
to the U.S. Government or dedicated to the Public. 

Destroy when no longer needed for reference. 

41. General Correspondence File. Consists mainly of inquiries 
and requests for information and publications. Also includes 
correspondence regarding the “Register of Patents Available 
for License or Sale.” 

Destroy when 3 years old. 

42. Foreign Filing Licensing Documents. Petitions to the Com- 
missioner of Patents and Trademarks for license to file appli- 
cations for patents in foreign countries. 

Destroy 25 years after date of issue. 

43. Indexes to Foreign Filing Licensing Documents. Indexes 

to licensing documents described in Item 43. 
Destroy 25 years after issue. 

44. Transmittals to Other Agencies Files. Copies of transmittal 
letters to other agencies enclosing correspondence and related 
enclosures sent to the Patent and Trademark Office for ser- 
vices rendered by other agencies, such as copyright informa- 
tion and requests for publications from the Government 
Printing Office. 

Destroy when | year old. 

45. D-1 Files. Files relating to patent applications which may 
have a bearing on national security. Files usually consist of 
form listing serial number of application filing date, exam- 
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ining unit, title of invention, attorney assignee, and the con- 

currences listing the recommendation, signature, agency, and 

date; a memorandum summary indicating whether a secrecy 

order is required; the defense agency’s request for a secrecy 

order; the secrecy order issued; and related materials. 
Destroy 35 years after date of receipt for review. 

46. Drawing Correction Slips. Index arranged by serial number 
of application and used to locate orders for correction of 
drawings. 

Destroy when 2 years old. 

47. Inventor’s Index to Patent Applications. Index arranged 
alphabetically by name of the inventor. Each slip shows the 
inventor’s name and residence, title of the invention, name 
and address of the attorney, application serial number and 
the filing date of the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

48. Numerical (serial) Index to Patent Applications. Index 
arranged by the serial number assigned to the application. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

49. Assignment Document Files and Index. Copies of docu- 
ments assigning and transferring from one party to another 
the rights, title, and interest to trademarks and inventions 
and the letters patent obtained therefrom with related indexes. 

PERMANENT. Offer to the National Archives when no 
longer needed for current business. 

50. Indexes to Government Interests. Indexes to patents in 
which the Federal government has an interest by virtue of 
either of ownership of the application or resulting patent, 
thru assignment, or receipt of a license. 
a.Government Agency Index. 

PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Patent Number Index. 

Destroy when no longer needed for reference. 

c. Assignor Index. 

Destroy when no longer needed for reference. 

51. Petitions to the Commissioner. Petitions to the Commis- 
sioner concerning patent applications. 

a. Original petitions in patent case file. 

Dispose of with related case file. 

b. Other copies. 

Destroy when 2 years old. 

52. Patent Protest Letters. Protest to the grant of a patent (Rule 
291). 

a. Letters filed in patent case file. 

Dispose of with related case file. 

b. Others. 

Destroy when 5 years old. 

53. Patent Docket Cards. Cards used to control patent applica- 
tions. 

Destroy when 6 months old. 

54. Classifications Definitions Files. One copy of each issuance 
of Classifications Definitions, with related background 
papers. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

55. Canceled Drawings. Drawings that were canceled because 
they did not meet Patent and Trademark Office specifica- 
tions. Copy of drawing is filed with application. 

Destroy 5 years after filing date. 

56. Abandoned Patent Application Files. Patent applications 
that did not result in a patent. 

a. Those that are retained because they are referred to in 
another application that may have become patented. 
Dispose of with patent file in which cited. 

b. All others. 

Destroy when 20 years old. 

57. Patent Files. Case files showing the prosecution of applica- 
tion for, and the granting of, a patent. Includes the original 
application, copy of drawing, and all material relating to the 
prosecution of the application and subsequent actions by the 
Patent and Trademark Office. 

a. Files selected by the Commissioner of Patents and Trade- 
marks or the Archivist of the U.S. 

PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 
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b. All others. 
Destroy when 35 years old. 

58. Patent File Charge-out Records. Record showing name of 
person charging out a patent file. 

Destroy after file is returned and all papers are deter- 
mined to be in file. 

59. Statistical Reports on Patents to Printers Files. Weekly 
Statistical report to management concerning the number of 
patents sent to the printers and the amount of backlog. 

a. Original Report. 
Destroy when 5 years old. 
b. Operating Unit Copy. 
Destroy when 2 years old. 

60. Quality Review of Sample of Allowed Applications. Records 
relating to the examination of allowed applications sampled 
for quality review, includes query to the examining group 
and their reply. 

Destroy | year after ultimate disposition of related case. 

61. Sample Pull-Rate Files. Form showing which of the allowed 
applications are to be selected for the quality review sample, 
includes the pull rate and list of applications by serial number. 

Destroy when | year old. 

62. Printer-Waiting Register Files. Register showing status of 

Query Disposition Records return to a group for reply. 
Destroy when | year old. 

63. Query Disposition Record Files. Form used to return printer- 

waiting cases to a group for answer to a specific query. 
Destroy 6 months after query is returned. 

64. Batch Control Sheet for Allowed Cases Files. Form uses 
as input to PALM System showing routing control and batch 
contents, such as PTO Form 1238-1. 

Destroy when | year old. 

65. Checklist for Applications Allowed by Examiner File. Form 
used in completing a final review of allowed applications 
before sending to the printer, such as PTO Form 1167. 

Destroy when 1 year old. 

66. Patent Interference Files. Case files produced in the process 
of resolving of adjudicating conflicts arising between parties 
in this matter of priority of invention. 

a. Cases that reach the hearing stage. 
PERMANENT. Transfer to Federal Records Center when 
10 years old. Offer to National Archives when 40 years 
old. 

b. Cases that are abandoned before reaching a hearing. 
Destroy when 40 years old. 

67. Board of Interference Decisions. Copies of Board of Inter- 
ference Decisions. 

PERMANENT. Offer to the National Archives when 40 
years old. 

68. Index to Patent Interferences. Arranged numerically by 
interference number. Shows names of parties involved, appli- 
cation serial number and/or patent numbers involved, subject 
of interference, sections, date of hearings, decisions rendered, 
and other remarks. 

PERMANENT. Offer to National Archives when 40 
years old. 

69. Index to Interference Exhibits. Describes exhibits in each 
interference. 

Destroy when 40 years old. 

70. Proceedings Under AEC and NASA Acts. Separate series 

of interference files relating to the SEC and NASA Acts. 
Dispose of with related patent files. 

71. Settlement Agreements. Files relating to the settlement 
agreed to by parties in the interference. 

Dispose of with related interference case file. 

72. Court Cases. Proceedings in cases where the Commissioner 
is a party of a civil suit. 

a. Cases selected by the Solicitor as being precedent setting 
or of historical or political significance. 
PERMANENT. Offer to the National Archives when 30 
years old. 

b. All other cases. 
Destroy when 30 years old. 

73. Index to Court Cases. Card index to cases described under 
Item 72. 

Retain in agency until no longer needed for reference. 

74. Roster of Registered Patent Attorneys and Agents. Printout 
listing registered patent attorneys and agents. 

Destroy after undated listing is received. 
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75. Case Folders of Registered Attorneys and Agents. Applica- 
tion folders of the attorneys, agents, or firms registered to 
practice before the Patent and Trademark Office. 

Destroy on death of attorney or agent. 

76. Unsuccessful Application for Registration to Practice 
before the Patent and Trademark Office. Application folders 
of those applicants who failed to be registered. 

Destroy 5 years after date of examination. 

77. Examination Papers of Applicants for Registration. Exami- 
nation answer papers to applications for registration to prac- 
tice before the Patent and Trademark Office. 

Destroy after grades are recorded. 


Trademark Records 


78. Trademark Examiners Work Reports. Records showing 
amount of work processed by examiners in a given time. 
Used to evaluate examiners work and progress. 

Destroy when 5 years old. 

79. Trademark Adversary Proceedings Files. Consists of Trade- 
mark Opposition, Cancellation, Interference, and Concur- 
rent-Use proceedings files. 

Destroy when 25 years old. Check with the Chairman 
of the Trademark Trial and Appeal Board before 
destruction. General Services should generate a list of 
files to be destroyed and send to the Search Room to 
destroy matching cards in Adversary Proceeding file. 

80. Canceled Trademark Registration Files. Consists of orig- 
inal application and all related correspondence. 

Destroy 2 years after the date of cancellation. 

81. Expired Trademark Registration Files. Consists of original 
application and all related correspondence. 

Destroy 2 years after expiration of registration. 

82. Abandoned Trademark Application Files. Consists of orig- 
inal application and all related correspondence. 

Destroy 2 years after date of abandonment. 

83. Trademark Renewal Index. Index to trademark registrations 
that are renewed. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

84. Indexes to Trademark Applications. Index shows appli- 
cant’s name, serial number of application, filing date, name 
of mark description of goods, attorney’s name, and final 
disposition of the application. 

a. Applicant’s Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. 

b. Serial Index. 
PERMANENT. Offer to National Archives when no longer 
needed for reference. ; 

85. Proceedings Index to Trademark Adversary Proceedings. 
Index in the Trademark Public Search Library arranged by 
type of proceeding. 

Destroy card from list sent by the Warehouse after 
matching Adversary Proceeding file is destroyed. 

86. Trademark Adversary Proceedings Records. Card file main- 
tained at the Trademark Trial and Appeal Board, showing 
records of Trademark Adversary Proceedings, with informa- 
tion on mark, parties, disposition, termination date, etc. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

87. Trademark Registrant’s Index. Index to Trademark regis- 
trant’s name, includes serial and registration numbers, date 
of registration, line of goods and other related information. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

88. Index to Trademark Trial and Appeal Board Ex Parte 
Cases. Record of Trademark Trial and Appeal Board cases 
in ex parte appeals. 

PERMANENT. Offer to National Archives when no 
longer needed for references. 

89. Public Advisory Committee for Trademark Affairs Files. 
Agenda, minutes, correspondence, reports, working papers, 
reference materials, and related supporting files. 

Destroy when 10 years old or no longer needed for 
reference. 

90. Trademark Petitions Files. Petitions and decisions to the 
Commissioner relating to trademarks, with related materials. 
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a. Original Petitions in trademark case file. 
Dispose of with related case file. 

b. Copies of petition decisions in petition number order and 
in subject order in the Assistant Commissioner’s Office. 
PERMANENT. Offer to the National Archives when no 
longer needed for references. 

c. Other copies. 

Destroy when 2 years old. 
91. Trademark Protest Letters. Letters of protest to the Commis- 
sioner related to trademarks. 
Destroy when no longer needed or when three years 
old, whichever is earlier. 


Public Information and Service Records 


92. International Intellectual Property Activities Case Files. 
Project case files showing Patent and Trademark Office 
activity relating to problems concerning the protection of 
intellectual property throughout the world. Includes corre- 
spondence with private individuals, the Department of State 
and other countries; reports; records of international meetings 
concerning patents; trademarks and other matters pertaining 
to the protection of intellectual property throughout the 
world; and other materials relating to international affairs. 
PERMANENT. Transfer to FRC 5 years after close of 
case. Offer to National Archives when 25 years old. 

93. Proposed Intellectual Property Legislation Files. Docu- 
ments accumulated in the preparation and processing of legis- 
lation proposed by or in the interest of the Patent and 
Trademark Office. Includes drafts of legislation, reports to 
committees on introduced legislation, and comments on leg- 
islative proposals. 

PERMANENT. Transfer to FRC after 5 years. Offer to 
National Archives when 25 years old. 

94. Printed Articles Files. Articles submitted for clearance and 
printed in magazines, journals, and other information media, 
including related background materials. 

Destroy when 10 years old. 

95. Public Affairs Report. Weekly, monthly, and quarterly 
reports relating to public affairs activities prepared for the 
Department of Commerce. 

Destroy when 6 months old. 

96. Speakers Files. Correspondence, schedules, travel material 
and related records concerning the scheduling of Patent and 
Trademark Office speakers. 

Destroy when 3 years old. 

97. Exhibit Files. Correspondence, photographs, reports and 
related materials concerning major exhibits developed by the 
Patent and Trademark Office, such as the 175th anniversary 
exhibit. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

98. Photograph Files. Photographs of key Patent and Trade- 
mark Office officials, major exhibits and other subjects that 
related to the functioning of the Patent and Trademark Office. 
Includes the negative and one positive print. 

PERMANENT. Offer for transfer to the National 
Archives when 20 years old. 

99. Publications Files. Official record copy of each publication 
that contributes to an understanding of the organization and 
functioning of the Patent and Trademark Office. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to National Archives when 30 years old. 

100. Speech Files. Official records copy of each speech given 
by the Commissioner and other Patent and Trademark Office 
executives. 

PERMANENT. Transfer to FRC when 10 years old. 
Offer to the National Archives when 30 years old. 

101. News Release Files. Official records copy of each new 
release. 

PERMANENT. Transfer to Federal Records Center 
when 10 years old. Offer to National Archives when 
30 years old. 

102. Patents Received and Files Register. Register showing 
date and number of patent cases received in search room 
and date filed. 

Destroy 2 years after date of last entry in volume. 

103. Reports on Search Room Activities Files. Weekly, monthly 
and other periodic reports showing production and general 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 631 
(225) 
activities of the public search room, with related background 
papers. 
a. Original Report. 
Destroy when | year old. 
b. Operating Office Copy. 
Destroy when 2 years old. 

104. Patent and Trademark Reproduction Copy Files. The 
master copy of patents and trademarks used for the photore- 
production of sales copies, includes original drawings and 
specifications. 

Transfer to FRC when 10 years old. Destroy when 20 
years old. 

105. Reprint Requisition File. Requisitions, such as PTO Form 
228, used for ordering the reprint or printed patents or trade- 
marks after current stock is depleted. 

Destroy when | year old. 

106. Sales Journal. Shows statistical information on sales of 

copies of patents and trademarks. 
Destroy when 5 years old. 

107. Correspondence and Sale Control Records. Records used 
to control the flow of correspondence and sale of printed 
materials. 

Destroy when | year old. 

108. Requests for Publications. Correspondence requesting 

copies of certain publications and other printed materials. 
Return requests with ordered materials. 

109. Microform Files. Microform copies of applications as 
filed, printed patent files and printed trademark files. 

a. Master microfilm files. (Certified as processed under 41 
CFR 101-11.504) 
PERMANENT. Transfer to classified site. Offer to 
National Archives when 25 years old. 

b. All other microform copies 
Non-Records 

110. Charged-Out Slips File. Slips recording the charge-out of 
records to Patent and Trademark Office employees and the 
public, such as PTO Forms 124, 125, and 271. 

Destroy when records are returned. 

111. Binding Instructions. Cards showing instructions on how 
the various publications received by the library are to be 
bound. 

Destroy when no longer needed. 

112. Charge-out Files of Library Materials. Sets of 3°x 5” 
cards showing records of library materials on temporary or 
indefinite loan to researchers or Patent and Trademark Office 
staff. 

Destroy when obsolete or on return of book. 

113. Interlibrary Loans Files. Records of books borrowed from 
other libraries. 

Destroy 2 years after return of book. 

114. Library Serial Order Cards. 3”x 5” cards used to record 
purchase of journals, magazines, etc. 

Destroy when no longer needed for reference. 

115. Library Book Order Cards. 3”x 5” cards showing book 
purchases. 

Destroy when no longer needed for reference. 

116. Foreign Patent Accession Register. Bound volumes 
arranged by country. Each shows the patent number and the 
date that copy was received in the Patent and Trademark 
Office. 

Destroy when no longer needed for reference. 

117. Inventor’s Index. Arranged alphabetically by name of 
inventor. Shows name and address of inventor, title of inven- 
tion, serial number of application, patent number, date of 
issuance, attorney, and assignee. 

PERMANENT. Offer to National Archives when no 
longer needed for reference. 

118. PTO Procurement Files. Contract, requisition, purchase 
order, lease, and bond and surety records, including corre- 
spondence and related papers pertaining to award, adminis- 
tration, receipt, inspection and payment (other than those 
covered in Items 1, 2, 13, and 15). 

a. Procurement or purchase organization copy, and related 
papers. 
|.Transactions of more than $10,000 and all construc- 
tion contracts exceeding $2,000. 
Destroy 6 years and 3 months after final payment. 
2. Transactions of $10,000 or less and construction 
contracts under $2,000. 
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Destroy 3 years after final payment. (Close file at the end 
of the fiscal year, retain 3 years and destroy, except that 
files on which actions are pending shall be brought forward 
to the next fiscal years’s files for destruction therewith.) 

b. Obligation copy. 

Destroy when funds are obligated. 

c. Other copies of record described above used by component 
elements of a procurement office for administrative pur- 
poses. 

Destroy upon termination or completion. 
Solicited and Unsolicited Bids and Proposals Files. 
. Successful bids and proposals. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Solicited and unsolicited unsuccessful bids and proposals. 
1. When filed separately from contract case files. 
Destroy when related contract is completed. 
2. When filed with contract case files. 
Destroy with related contract case files (see item 118 of 
this schedule.) 
. Cancelled Solicitations Files. 
1. Formal solicitations of offers to provide products or 
services (e.g., Invitations for Bids, Requests for Pro- 
posals, Requests for Quotations) which were cancelled 
prior to award of a contract. The files include presolicita- 
tion documentation on the requirement, any offers 
which were opened prior to the cancellation, documen- 
tation on any government action up to the time of cancel- 
lation, and evidence of the cancellation. 
Destroy 5 years after date of cancellation. 
2. Unopened Bids. 
Return to bidder. 
d. Lists or Card Files of Acceptable Bidders. 
Destroy when superseded or obsolete. 
120. Public Printer Files. Records relating to requisitions on 
the Printer, and all supporting papers. 

a. Printing procurement unit copy of requisition, invoice, 
specifications, and related papers. 

Destroy 3 years after completion or cancellation of requisi- 
tion. 

b. Accounting copy of requisition. 

Destroy 3 years after period covered by related account. 


Non Record Materials 


The Records Disposal Act of 1943, as amended, states that 
“library and museum material made or acquired and pre- 
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served solely for reference or exhibition purposes, extra 
copies of documents preserved only for convenience of refer- 
ence, and stocks of publications and of processed documents 
are not included within the definition of the word ‘records’ 
as used in this Act.” Non-record material is disposed of as 
soon as its purpose is served. The following list consists of 
those non-record materials that are unique to the Patent and 
Trademark Office. 

121. Foreign Patents. Copies of patents issued by foreign 
countries. 

122. Translation of Foreign Patents and Publications and 
Related Indexes. Typewritten copies of translations and 
related indexes. 

123. Card Catalogs. 3”x 5” cards used as finding aids to the 
library. 

124. Patent Examiner's Search Files. Reference file used by 
examiners in processing applications. Arranged by class and 
subclass and consist of U.S. patents, foreign patents, extracts 
from publications, and other materials relating to a certain 
class orsubclass. 

125. Printed Trademark Registrations Reference Files. Digest 
of Registered marks consisting of a set of registered work 
marks arranged alphabetically and secondarily by trademark 
registrationnumber; a set of registrations comprising sym- 
bols, arranged according to the classification of the goods 
or services with which they are used; of registration arranged 
by registration number. 

126. Numerical Index to Patent Classification. Arranged 
numerically by patent number and shows the class and sub- 
class assignment of each patent. 

127. Shelf List of Classified Patents. Listing of all U.S. Patent- 
numbers comprising, respectively, the “original” and “cross 
reference” classification of patents according to the official- 
classification of the Patent and Trademark Office. 

128. Public Search Files of U.S. Patents. Printed or microfilm- 
copies of U.S. Patents arranged in two series: 1) numerically 
byclass and subclass assignment, and secondarily by patent 
number and2) numerically by patent number. 

129. Legislative History Files. Consist mainly of copies 
ofpublished materials relating to legislation that is of interest 
tothe Patent and Trademark Office. Includes copies of bills, 
publiclaws, Federal Register, Congressional Record, and 
similar materials. 


Patent and Trademark Office Records Schedule Index 


Item Description 


Abandoned Patent Application Files 
Abandoned Trademark Application Files... 
Academy Application Files 

Academy Correspondence File .. 

Academy Examinations Files 

Academy Lecture Files 

Academy Training Sessions Files 

ADP Data Systems Planning Files 

ADP Information Retrieval System Master Reference File . 
ADP Planning Documents Files 

ADP Program Management Files 

ADP Standardizations Files 

Advertising Files 

Assignment Document Files and Index 


Item No. 


56. 
82. 
36. 
37. 
35. 
33. 
34. 
25. 
26. 
yak 
23. 
24. 
28. 
49. 


Attorneys and Agents Registered to Practice Before the U.S. Patent and Trademark Office Roster 74. 


Batch Control Sheet for Allowed Cases Files ...................::0:0000+ 


Binding Instructions 

Board of Appeals Decision Files 

Board of Interference Decisions 

ED 


Budget Policy and Procedures Correspondence Files................. 


Cancelled Drawings 

Cancelled Trademark Registration Files.. 

Card Catalogs 

Case Folders of Registered Attorneys and Agents 
Charge-Out Files of Library Materials 


64. 
111. 
30. 
67. 
15. 
14. 


55. 
80. 
123. 
73: 
112. 
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Item Description Item No. 


Charge-Out Slips File 110. 
Checklist for Applications Allowed by Examiner File ee ea i 65. 
Classifications Definitions Files ................-c.sssseessesssessess enn 54. 
Commissioner’s Correspondence and Subject File........... awe i. 
Complaint Files (Against Registered Attorneys) 29. 
Correspondence and Sale Control Records............. 107. 
Court Cases 72. 


45. 


NS RE reer ee ROE eRe Ble Crh Lem Nee ae RCE 32. 


International Intellectual Property Activities Case File 92. 
Inventor’s Index iin = 117. 
a a I ON cb wenn cccgn anew conceccng Seotinandsdeeeoiomaecah coe saces saimanlocednnnse soemeaaesaein 47. 


I tg i teesinaes igual sontceapobsaobcbnip pn nsaonca cence ables iasespaca ae tae 
Library Book Order Cards......... = iba sexs 115. 
Library Books Card Catalogs .... ne ret aa 123. 


I a 2s sin dun dace set i hoi na vrai oii adeva sane apd annasooaeisaeea aca TanlailonTnaiboata 


Master Drawings and Specification 104. 
Microform Files 


ESO snap snons sn vga at ppv dos nasal vreai pounds ple aa peotemeas 
a cract ccc saaell ovine suatevedceviukoeda vesastvvite tina th taveeviutintins Vassnvei ins vs uwbnaToaan ben snl sienip acca ested 
Numerical Index to Patent Classification 

PU NOE TAS AUCERIT) MINER C0 TRUSTE PPWTTACIININS oo. 55520505 sccsrsonssnsccvescnsvoseesonsasesiviensusvevoosssdusouesensocectvesesesbeveuvicstnes 


Patent and Trademark Copies Sales Journal 

Patent and Trademark Drawings and Specifications 

Patent and Trademark Reproduction Copy Files (Master Drawing5................:.ccssssssssseeeeeeeeeeenceneseasenseeaseneeneseaees 
sca once bccio nnanosbacesen tan ebenbabiebehea binmnensy oF 
Patent Examiner’s Search Files ..... 

Patent File Charge-Out Records .... 

Patent Files aad 

Pebees Enberierence PGS ......-.:.2<..<<o0ccccnesensee 

Patent Interference Settlement Agreements.... 

Patent Protest Letters...........+.--0-...0-.asesenceessesee 

Patents Received and Files Register. 

Petitions to the Commissioner 


Policy Documentation Files . 

PEMD ATGICIES FCB q.2..000cs00cscesseoscssencsvesenssoses ar 

Printed Trademark Registrations Reference Files.... = si 

IEEE RERERESESE SRSit ree onreeneentcer ee eeenene ere erin erie ties rami sete enn a ne freee etY eh ovOm 
Proceouuees Guaen 00 Tracemmrk Adversary Proceedings ..............0ssccssssssereseseocessevonssesonsnossscnveosccsessobencsnascasnesessases 
Proceedings Under AEC and NASA ACTS ..........:.:::0:s00000++ oe si 
Production and Pendency Reports Files......... pas 

Program Planning and Evaluation Files ................ 

Proposed Intellectual Property Legislation Files............ 

a SII IIE sess csecsnovesesvesncrsannnansnevaswaustocdsnseeces 

Public Advisory Committee for Trademark Affairs Files . 

Public Affairs Report 

Publications Files........... 

Public Printer Files............ 

Publication Tape File 

I og cline sesseiieen ere cmisteedcent one seivacipacaionn npsinosenstorinsiamslicasas aiciabineconaanesasiaclabaesapese’ 


eslty Review of Gamele af Allowed Applications ...................-..0:.0.<seseossccssessecscsecsesenessessapesessestivessoucetvedourstesess 
Query Disposition Record Files 


Cs NNN NIN RENO WUUNNG 5.55 asses svecsacscvensecescasascitesuessvssosoanessceoscecnseseusiveoses 
Records Disposition Files ...............::0:0:+02+++ csiia tea 
Registered Attorneys and Agents Roster 

Reports on Search Room Activities Files ... 

Reports to the Commissioner 

Reprint Requisition File .... 

Requests for Publications 

Roster of Registered Patent Attorneys and Agents 


Sales Journal (on Patent and Trademark Copies) 

Sample Pull-Rate Files (Allowed Applications for Quality Review) 

Settlement Agreements (in Patent Interference Cases)..................0.ccssssrersssssoosersressscessorsesveesecsosnencsnrsssnenseareensnesees 
Shelf List of Classified Patents vies dedlermncbes 
Solicited and Unsolicited Bids and Proposals Files 

Speakers Files 





1232 OG 634 
(226) 
Item Description 


SIOICRE IED GUO. Gives ca sccnnsescissinsncscoresnseséosessvinssescstscessisaontenvese 
Speech Files (Commissioner and Patent and Trademark Executives)..... 
Statistical Reports and/or Work Control Files ..........:.:::ccscsseeeees 


Statistical Reports on Patents to Printers Files .... 

Surplus Property Case Files.............::scsceseeceseeees 

Systems Development Program Files......... 

Systems Development Project Case Files ............::ccscsceeeseeseeees 
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Item No. 


8. 
100. 
6. 
59. 
iz: 
18. 
21. 


Systems Development Task Force, Committee and Board Files ...............-..sss.cccssssesssesevconsssencsnssusensecossssssessessoreese 19. 


a I sige scenes ce aspnsvrveverscenancsevscenicessevecnoecesave 


Trademark Adversary Proceedings Files.... 
Trademark Adversary Proceedings Records... 
Trademark Examiners Work Reports ............. 


I MIN TID sos esecee snessirncissnscsuersecorencentonsvereevecesoecesace 
TNE IE IE oss ccsccctnsscescdvesecessceecassosscersseenssesese 


Trademark Registrant’s Index 
Trademark Renewal Index 


Translation of Foreign Patents and Publications and Related Indexes . 
Transmittals to Other Agencies Files ................:cccesesseseesseeeeseeeees 


20. 
79. 
86. 
78. 
90. 
91. 
87. 
83. 
iz: 
44. 


Unsuccessful Application for Registration to Practice Before the Patent and Trademark Office 76. 


Work-Flow Control and/or Statistical Reports Files.................... 


6. 


[1068 TMOG 5] 


(226) Service by Publication 

A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent by certified 
mail to registrant at the last known address having been returned 
by the Postal Service as undeliverable, notice is hereby given 
that unless the registrant listed herein, its assigns or legal repre- 
sentatives, shall enter an appearance within thirty days of this 
publication, the cancellation will proceed as in the case of 
default. 


Capitol Products Corp., Mechanicsburg, Pa., Reg. No. 
1,122,785, for the mark “SUNBELT”, Canc. No. 26,174. 


JEAN BROWN 

Technical Program Manager 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


[1214 TMOG 145] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 2 and 3 
RIN 0651-AA87 
Miscellaneous Changes to 


Trademark Trial and Appeal Board Rules; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Correcting amendment. 


SUMMARY: This document contains corrections to the rules 
relating to discovery, motions, and the fee for recording docu- 
ments, and to the title of Part 3 of Volume 37 of the Code of 
Federal Regulations. 


EFFECTIVE DATE: September 30, 1998. 


FOR FURTHER INFORMATION CONTACT: Ellen J. 
Seeherman, Administrative Trademark Judge, Trademark Trial 


and Appeal Board, by telephone at (703) 308-9300, extension 
206; or by mail marked to her attention and addressed to Assis- 
tant Commissioner for Trademarks, Box TTAB-No Fee, 2900 
Crystal Drive, Arlington, Virginia 22202-3513; or by facsimile 
transmission marked to her attention and sent to (703) 308- 
9333. 


SUPPLEMENTARY INFORMATION: On September 9, 
1998, the Patent and Trademark Office published a final rule 
entitled “Miscellaneous Changes to Trademark Trial and 
Appeal Board Rules” in the Federal Register (63 FR 48081). 


There is an error on page 48093, column 2, in the discussion 
of the amendment of Section 2.127(a), which states that “if a 
motion for an extension of time to file a brief in response to 
a motion is denied, the time for responding to the motion for 
summary judgment may remain as specified under this section.” 
The words “for summary judgment” should be deleted. 


Section 2.120(a) was amended to clarify certain Board prac- 
tices and to change certain provisions relating to discovery. 
When the final rule was printed, this section was incorrectly 
published as two paragraphs instead of one. Section 2.120(a) 
should appear as a single paragraph. 


Section 2.127(a) was amended to, inter alia, provide that the 
Board may, in its discretion, consider a reply brief. As pub- 
lished, however, a comma was erroneously placed after the 
word “Board” rather than after the word “may.” 


Section 3.41 was amended in order to correct a cross-refer- 
ence to the section relating to the fee for recording a trademark 
document. However, an earlier version of § 3.41 was inadver- 
tently inserted. The version of § 3.41 as published in the Federal 
Register on October 10, 1997, 62 FR 53132, 1203 TMOG 63 
(October 21, 1997), which became effective December 1, 1997, 
should be reinserted with the corrected cross-reference. 


Finally, the title of Part 3 of Volume 37 of the Code of 
Federal Regulations was erroneously listed as “Rules of Practice 
in Trademark Cases.” It should remain as “Assignment, 
Recording and Rights of Assignee.” 

List of Subjects 
37 CFR Part 2 
Administrative practice and procedure, Patents, Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Patents, Trademarks. 
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Accordingly, 37 CFR Parts 2 and 3 are corrected as follows: 


PART 2—RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for part 2 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
2. Section 2.120(a) is correctly revised to read as follows: 
§ 2.120 Discovery. 


(a) In general. Wherever appropriate, the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall 
apply in opposition, cancellation, interference and concurrent 
use registration proceedings except as otherwise provided in 
this section. The provisions of the Federal Rules of Civil Proce- 
dure relating to automatic disclosure, scheduling conferences, 
conferences to discuss settlement and to develop a discovery 
plan, and transmission to the court of a written report outlining 
the discovery plan, are not applicable to Board proceedings. 
The Trademark Trial and Appeal Board will specify the opening 
and closing dates for the taking of discovery. The trial order 
setting these dates will be mailed with the notice of institution 
of the proceeding. The discovery period will be set for a period 
of 180 days. The parties may stipulate to a shortening of the 
discovery period. The discovery period may be extended upon 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or by order of the Board. If a motion 
for an extension is denied, the discovery period may remain 
as originally set or as reset. Discovery depositions must be 
taken, and interrogatories, requests for production of documents 
and things, and requests for admission must be served, on or 
before the closing date of the discovery period as originally 
set or as reset. Responses to interrogatories, requests for produc- 
tion of documents and things, and requests for admission must 
be served within 30 days from the date of service of such 
discovery requests. The time to respond may be extended upon 
stipulation of the parties, or upon motion granted by the Board, 
or by order of the Board. The resetting of a party’s time to 
respond to an outstanding request for discovery will not result 
in the automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board. 


KKK 
3. Section 2.127(a) is correctly revised to read as follows: 


§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain full 
statement of the grounds, and shall embody or be accompanied 
by a brief. Except as provided in paragraph (e)(1) of this section, 
a brief in response to a motion shall be filed within fifteen 
days from the date of service of the motion unless another time 
is specified by the Trademark Trial and Appeal Board or the 
time is extended by stipulation of the parties approved by the 
Board, or upon motion granted by the Board, or upon order of 
the Board. If a motion for an extension is denied, the time for 
responding to the motion may remain as specified under this 
section. The Board may, in its discretion, consider a reply brief. 
Except as provided in paragraph (e)(1) of this section, a reply 
brief, if filed, shall be filed within 15 days from the date of 
service of the brief in response to the motion. The time for 
filing a reply brief will not be extended. No further papers in 
support of or in opposition to a motion will be considered by 
the Board. Briefs shall be submitted in typewritten or printed 
form, double spaced, in at least pica or eleven-point type, on 
letter-size paper. The brief in support of the motion and the 
brief in response to the motion shall not exceed 25 pages in 
length; and a reply brief shall not exceed 10 pages in length. 
Exhibits submitted in support of or in opposition to the motion 
shall not be deemed to be part of the brief for purposes of 
determining the length of the brief. When a party fails to file 
a brief in response to a motion, the Board may treat the motion 
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as conceded. An oral hearing will not be held on a motion 
except on order by the Board. 


*KKKK 


PART 3—ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


4. The authority citation for Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 
5. The title of Part 3 is correctly revised to read as follows: 


Part 3—ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


6. Section 3.41 is correctly revised to read as follows: 
§ 3.41 Recording fees. 


(a) All requests to record documents must be accompanied 
by the appropriate fee. Except as provided in paragraph (b) of 
this section, a fee is required for each application, patent and 
registration against which the document is recorded as identified 
in the cover sheet. The recording fee is set in § 1.21(h) of 
this chapter for patents and in § 2.6(b)(6) of this chapter for 
trademarks. 


(b) No fee is required for each patent application and patent 
against which a document required by Executive Order 9424 
is to be filed if: 


(1) The document does not affect title and is so identified 
in the cover sheet (see § 3.31(c)(2)); and 


(2) The document and cover sheet are mailed to the Office 
in compliance with § 3.27(b). 


September 24, 1998 ALBIN F. DROST 
Deputy Solicitor 


{1215 TMOG 64] 


Department of Commerce 
Patent and Trademark Office 
37 CFR Part 2 and 3 
970428100-7100-01 
RIN 0651-AA87 


Miscellaneous Changes 
to Trademark Trial and Appeal Board Rules 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice of Proposed Rulemaking. 


Summary: The Patent and Trademark Office (PTO) proposes 
to amend its rules governing practice before the Trademark Trial 
and Appeal Board (Board) to expedite inter partes proceedings. 
These proposed changes enlarge the time periods for discovery, 
testimony, and response to motions, and concomitantly limit 
the circumstances in which extensions may be obtained. In 
addition, they impose strict limitations on the number of written 
discovery requests which one party may serve upon another 
party in a proceeding. Other proposed inter partes rule amend- 
ments clarify the rules, conform the rules to current practice, 
simplify practice, and correct cross-references. Finally the PTO 
proposes to amend 37 CFR §§ 2.76(a), 2.76(g), and 2.76(h), 
which affect practice in ex parte appeals to the Board, to con- 
form these rules to current practice. 


Dates: Written comments must be received on or before August 
4, 1997 to ensure consideration. An oral hearing will not be 
conducted. 


Addresses: Written comments may be sent by mail addressed 
to Assistant Commissioner for Trademarks, Box TTAB—No 








1232 OG 636 
(228) 

Fee, 2900 Crystal Drive, Arlington, Virginia 22202-3513, 
marked to the attention of Ellen J. Seeherman. Written com- 
ments may also be sent by facsimile transmission to (703) 308- 
9333, marked to the attention of Ellen J. Seeherman. Written 
comments will be available for public inspection in Suite 900, 
on the 9th Floor of the South Tower Building, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513. 


For Further Information Contact: Ellen J. Seeherman, 
Administrative Trademark Judge, Trademark Trial and Appeal 
Board, by telephone at (703) 308-9300, extension 206, or by 
mail marked to her attention and addressed to Assistant Com- 
missioner for Trademarks, Box TTAB—No Fee, 2900 Crystal 
Drive, Arlington, Virginia 22202-3513 or by facsimile trans- 
mission marked to her attention and sent to (703) 308-9333. 


Supplementary Information 


This notice of proposed rulemaking is designed to improve 
practice and expedite proceedings in inter partes cases before 
the Trademark Trial and Appeal Board (Board). In addition, 
the proposed amendments codify and clarify certain practices 
of the Board and correct certain references to citations of the 
Trademark Act and the Code of Federal Regulations. 

The proposed amendments, and the reasons for the amend- 
ments, are discussed below. 

The Board’s workload has increased dramatically in the last 
several years because of a rapid growth in the number of inter 
partes and ex parte proceedings filed with the Board. Along 
with this increase in the number of proceedings, there has been 
a marked increase in the number of motions and other papers 
filed in each inter partes case. It appears to the Board that this 
proliferation of papers has been due, in large part, to the fact 
that in recent years, many attorneys practicing before the Board 
in inter partes cases have taken an increasingly aggressive 
approach by filing every possible motion that may be filed and 
by responding to every paper filed to the point of sur-reply 
and sur-sur-reply briefs. It also appears that some of the papers 
filed are part of a strategy to bury the adverse party with paper, 
so that it becomes too expensive for that party to proceed with 
the case, and the party is forced to settle or capitulate. Whatever 
the reason, in many cases the number of papers filed goes far 
beyond what is reasonably needed for a Board proceeding. The 
filing of these papers causes needless work and expense for 
the parties and the Board. Moreover, the rapid growth in the 
number of papers filed has caused substantial delays in all 
phases of the Board’s work, including the resolution of motions 
and the final determination of proceedings. 

A number of the rule amendments proposed in this notice, 
namely, the proposed amendments to §§ 2.120(a), 2.120(d)(1), 
2.120(d)(2), 2.120(e), 2.120(h), 2.121(a)(1), 2.12 1(c), 2.127 (a), 
2.127(b), 2.127(d), and 2.127(e)(1), are designed to address 
these problems by changing certain Board practices relating 
to discovery, testimony periods, and motions. In addition, § 
2.120(a) is proposed to be amended to clarify Board discovery 
practice in the wake of the December 1, 1993 amendments to 
the Federal Rules of Civil Procedure. 

Other amendments proposed in this notice serve to clarify 
the rules, conform the rules to current Board practice, simplify 
practice, and correct certain cross-references in the rules. The 
rules affected by these proposed amendments are §§ 2.76(a), 
2.76(g), 2.76(h), 2.85(e), 2.87(c), 2.101(d)(1), 2.102(d), 
2.111(b), 2.111(c)(1), 2.117(a), 2.117(b), 2.119(d), 2.120(g)(1), 
2.121(d), 2.122(b)(1), 2.122(d)(1), 2.123(b), 2.123(f), 2.125(c), 
2.127(f), 2.134(a), and 2.146(e)(1). 


Proposed Amendments Relating to Discovery 


It is the experience of the Board that a large number of 
motions and requests are filed in connection with discovery. 
Many of these filings relate to repeated requests for extensions 
of time, specifically, extensions of the discovery period and 
the time to respond to discovery requests. 

Moreover, at present, the Board sets the closing date for the 
taking of discovery, with the date set being 90 days after the 
date of the initial trial order. However, discovery in Board 
proceedings opens at the times specified in Rules 30, 33, 34, 
and 36 of the Federal Rules of Civil Procedure as they read 
prior to the December1, 1993 amendments to those rules. See 
“Effect of December 1, 1993 Amendments to the Federal Rules 
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of Civil Procedure on Trademark Trial and Appeal Board Inter 
Partes Proceedings,” 1159 TMOG 14 (February 1, 1994). Thus, 
interrogatories, requests for production of documents and 
things, and requests for admission may be served upon the 
plaintiff after the proceeding commences (i.e., after the notice 
of opposition or petition for cancellation is filed in an opposition 
proceeding, and after the mailing by the Board of the notice 
of institution in an interference or concurrent use proceeding), 
and upon the defendant with or after service of the complaint 
by the Board. Discovery depositions generally may be taken 
by any party after commencement of the proceeding, except 
that the Board’s permission must be obtained first in certain 
specified situations. Further, the Board still follows the practice 
embodied in Rules 33(a), 34(b), and 36(a) of the Federal Rules 
of Civil Procedure, as they read prior to the December |, 
1993 amendments, that a defendant may serve responses to 
interrogatories, requests for production of documents and 
things, and requests for admission either within 30 days after 
service of a discovery request (35 days if service of the request 
for discovery is made by first-class mail, “Express Mail,” or 
overnight courier—see § 2.119(c)), or within 45 days after 
service of the complaint upon it by the Board, whichever is 
later. These practices relating to the opening of discovery and 
the time for the service of discovery responses by the defendant 
are complicated, and unpopular with practitioners. 

In order to simplify the opening of discovery, and reduce 
the number of motions to extend the discovery period and the 
time to respond to discovery requests, it is proposed to amend 
§ 2.120(a) to provide that the Board will specify the opening 
and closing dates for the taking of discovery, and that the 
discovery period will be set for a period of 180 days. The 
section is also proposed to be amended to include a provision 
that responses to interrogatories, requests for production of 
documents and things, and requests for admission must be 
served within 40 days from the date of service of such discovery 
requests. 

Because of the proposed enlargements of the discovery and 
response periods, it is also proposed to limit the circumstances 
in which extensions will be granted. Specifically, § 2.120(a) 
is proposed to be amended to provide that extensions of the 
discovery period will be granted only upon stipulation of the 
parties approved by the Board, while the time to respond to 
interrogatories, requests for production of documents and 
things, and requests for admission may be extended only upon 
stipulation of the parties or upon motion showing extraordinary 
circumstances granted by the Board. (The Board, of course, 
retains its inherent power to sua sponte reset, and thereby 
extend, the discovery period and response times.) In addition, 
the section is proposed to be amended to include a provision 
(now found, in somewhat different form, in § 2.121(a)(1)), that 
the resetting of a party’s time to respond to an outstanding 
request for discovery will not result in the automatic resched- 
uling of the discovery and/or testimony periods, and that “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances approved by the Board.” The quoted portion is some- 
what different from its counterpart in present § 2.121(a), but 
is consistent with the provisions of § 2.121(a)(1) as proposed 
to be amended. Because of the proposed amendment of § 
2.120(a) to include provisions governing discovery response 
periods and extensions thereof, it is believed that § 2.120(a), 
rather than § 2.121(a)(1), which governs the scheduling and 
rescheduling of testimony periods, is the most logical place for 
the provision now proposed to be moved. 

The enlargement of the discovery period and of the time to 
respond to discovery requests, and the concomitant limitations 
on the situations in which extensions of these times will be 
granted, will reduce the number of extension requests filed, 
reduce delays in the service of discovery responses, and expe- 
dite proceedings before the Board. 

Another proposed change to § 2.120(a) clarifies Board dis- 
covery practice in the wake of the December |, 1993 amend- 
ments to the Federal Rules of Civil Procedure. Section 2.116(a) 
provides that, except as otherwise provided, and wherever appli- 
cable and appropriate, procedure and practice in Board inter 
partes proceedings shall be governed by the Federal Rules of 
Civil Procedure. Section 2.120(a) provides, in part, that the 
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provisions of the Federal Rules of Civil Procedure relating to 
discovery shall apply in opposition, cancellation, interference, 
and concurrent use registration proceedings except as otherwise 
provided in § 2.120; and that the opening of discovery is 
governed by the Federal Rules of Civil Procedure. Thus, where 
the Board has its own rule concerning a particular matter of 
practice or procedure, that rule governs; if there is no Board 
rule concerning the matter, the Federal Rules of Civil Procedure 
apply, where applicable and appropriate. 

The December 1, 1993 amendments to the Federal Rules of 
Civil Procedure substantially changed discovery procedures in 
civil actions. The amended rules included provisions which, 
inter alia, mandated automatic disclosure, scheduling confer- 
ences, conferences to discuss settlement and to develop a plan 
for discovery, and transmission to the court of a written report 
outlining the discovery plan. Moreover, under the amended 
Federal Rules, the commencement of discovery hinged upon 
completion of the mandated discovery plan conference. The 
PTO concluded that the application of these provisions in inter 
partes proceedings before the Board would increase the com- 
plexity and cost of the proceedings and be unduly burdensome 
to the parties and the Board. Therefore, in a notice published 
in the Official Gazette, the Commissioner stated that these 
provisions were not appropriate for, and would not be applicable 
in, Board proceedings. See “Effect of December 1, 1993 
Amendments to the Federal Rules of Civil Procedure on Trade- 
mark Trial and Appeal Board Inter Partes Proceedings,” 1159 
TMOG 14 (February 1, 1994). The Commissioner also stated 
that the PTO would, in due course, publish a notice of proposed 
rulemaking to amend, as might be necessary, the trademark 
rules governing practice and procedure in inter partes proceed- 
ings before the Board. Accordingly, § 2.120(a) is proposed to 
be amended to specify that the provisions of the Federal Rules 
relating to automatic disclosure, scheduling conferences, con- 
ferences to discuss settlement and to develop a discovery plan, 
and transmission to the court of a written report outlining the 
discovery plan, do not apply to Board proceedings, and that 
the Board will specify the opening and closing dates for the 
taking of discovery. In addition, the first sentence of the section, 
which specifies that the provisions of the Federal Rules of Civil 
Procedure shall apply in opposition, cancellation, interference, 
and concurrent use registration proceedings, except as other- 
wise provided in § 2.120, is proposed to be amended to include 
the prefatory words “Wherever appropriate.” The proposed 
amendment is consistent with an analogous provision in § 
2.116(a), and makes it clear that even when there is no provision 
in § 2.120 relating to a particular discovery matter, the provis- 
ions of the Federal Rules of Civil Procedure relating to that 
matter apply only if they are appropriate for Board proceedings. 

Another of the proposed amendments to § 2.120(a) would 
require that interrogatories, requests for production of docu- 
ments and things, and requests for admission be served in 
sufficient time for responses to fall due prior to the close of 
the discovery period, and that discovery depositions be noticed 
and taken prior to the close of the discovery period. It is believed 
that the proposed 180-day discovery period will allow more 
than sufficient time for the service of discovery requests to be 
made early enough in the discovery period so that responses 
to such requests will fall due prior to the close of discovery. 
Moreover, as indicated hereafter, § 2.120(e) is proposed to be 
amended to provide that a motion to compel discovery must 
be filed within 30 days after the close of the discovery period, 
as originally set or as reset. The proposed requirement that 
discovery requests be served in sufficient time for responses 
to fall due prior to the close of discovery will enable the 
propounding party to file a motion to compel, if such a motion 
is deemed necessary, within 30 days after the close of the 
discovery period. Litigants should note that if they agree to an 
extension of time to respond to discovery requests, such that 
the responses would be due shortly before or after the due date 
for any motion to compel, then they should also stipulate to 
reschedule the closing date of the discovery period, if the 
propounding party wishes to preserve its time to file a motion 
to compel. 

The Board has observed that parties misuse the discovery 
process for purposes of harassing their adversaries, resulting 
in numerous motions to compel and motions for protective 
orders. Section 2.120(d) was amended effective November 16, 
1989, to restrict to 75 (counting subparts) the total number of 
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interrogatories a party may serve, in a proceeding, upon another 
party. The final rule notice was published in the Federal Reg- 
ister on August 22, 1989, at 54 FR 34886 and in the Patent 
and Trademark Office Official Gazette of September 12, 1989, 
at 1106 TMOG 26. It is the Board’s experience that, despite 
that limitation, parties continue to serve interrogatories, as well 
as other written discovery requests, which are irrelevant, unnec- 
essary, and/or harassing. In view thereof, and given the 
restricted scope of Board proceedings, and the availability of the 
discovery deposition as an alternate and/or additional discovery 
device, it is the Board’s belief that the total number of discovery 
requests which one party may serve upon another party in a 
proceeding should be limited to 25 interrogatories (counting 
subparts), 15 requests for production of documents and things 
(counting subparts), and 25 requests for admission (counting 
subparts). Sections 2.120(d)(1), 2.120(d)(2), and 2.120(h) are 
proposed to be amended to state such limitations. Moreover, 
because it is believed that 25 interrogatories are an adequate 
number for a proceeding before the Board, the motion procedure 
for obtaining leave to serve interrogatories in excess of the limit 
set forth in § 2.120(d)(1) is proposed to be deleted. Similarly, no 
such procedure is proposed to be provided for requests for 
production of documents and things and requests for admission. 
The provisions proposed to be added to §§ 2.120(d)(2) and 
2.120(f), including provisions governing the action which may 
be taken by a party served with discovery requests which it 
believes to be excessive in number, parallel those of § 
2.120(d)(1), as proposed to be amended. It is believed that the 
proposed limitations on the number of interrogatories, docu- 
ment production requests, and requests for admission that may 
be served will reduce the number of motions to compel filed, 
since the parties presumably will use the more limited number 
of discovery requests for only relevant and appropriate 
inquiries, and not for purposes of harassment. A reduction in 
the number of motions to compel filed will serve to expedite 
proceedings. 

The first sentence of § 2.120(h), which provides that requests 
for admission shall be governed by Rule 36 of the Federal 
Rules of Civil Procedure, except that the Board does not have 
authority to award any expenses to any party, is proposed to 
be deleted. The sentence suggests that the only provision in 
Federal Rule 36 which does not apply in Board proceedings 
is that pertaining to the awarding of expenses. However, there 
are also other provisions in Rule 36 which do not apply in 
Board proceedings. For example, the provision of Rule 36(a), 
that without leave of court or written stipulation, requests for 
admission may not be served before the time specified in Rule 
26(d) of the Federal Rules of Civil Procedure, is not applicable 
in Board proceedings. See “Effect of December 1, 1993 Amend- 
ments to the Federal Rules of Civil Procedure in Trademark 
Trial and Appeal Board Inter Partes Proceedings,” supra. More- 
over, § 2.120(a), as proposed to be amended, specifies that 
wherever appropriate, the provisions of the Federal Rules of 
Civil Procedure relating to discovery shall apply in opposition, 
cancellation, interference, and concurrent use registration pro- 
ceedings, except as otherwise provided in § 2.120. Further, §§ 
2.120(g)(1) and 2.127(f), as proposed to be amended, provide 
that the Board will not hold any person in contempt or award 
any expenses to any party. Accordingly, the first sentence of 
§ 2.120(h) is proposed to be deleted because it is redundant 
and confusing. 

Section 2.120(h) is also proposed to be amended to provide 
that a motion to test the sufficiency of an answer or objection 
to a request for admission must be filed within 30 days after 
the close of the discovery period, as originally set or as reset. 
In addition, the section is proposed to be amended to specify 
that when a party files a motion to test the sufficiency of an 
answer or objection to a request for admission, the case will 
be suspended by the Board with respect to all matters not 
germane to the motion, and no party should file any paper which 
is not germane to the motion, except as otherwise specified 
in the Board’s suspension order. These proposed provisions 
correspond to similar provisions proposed to be added to § 
2.120(e), which governs motions to compel discovery. It is the 
intention of the Board, when setting trial dates in cases arising 
under these rules as proposed to be amended, to schedule an 
interval of 60 days between the closing date of the discovery 
period and the opening date of the first testimony period. The 
motion to compel and the motion to test the sufficiency of an 
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answer or objection to a request for admission deal with pre- 
trial matters and should, therefore, be filed and determined 
prior to trial. The proposed provisions governing the time for 
filing these motions and the suspension of proceedings pending 
the determination thereof, coupled with the Board’s intention 
to schedule an interval of 60 days between the close of the 
discovery period and the opening of the first testimony period, 
will provide for a more orderly administration of the proceeding 
and allow parties more certainty in scheduling testimony. More- 
over, the proposed amendment to § 2 120(a) to set the discovery 
period for 180 days, and to require that discovery requests be 
served in sufficient time for responses to the requests to fall 
due prior to the close of the discovery period, will enable the 
propounding party to file a motion to compel or a motion to 
test the sufficiency of an answer or objection to a request for 
admission, if such a motion is deemed necessary, within 30 
days after the close of the discovery period. 

Section 2.120(h) is proposed to be further amended to provide 
that the filing of a motion to determine the sufficiency of an 
answer or objection to a request for admission shall not toll 
the time for a party to respond to any outstanding discovery 
requests or to appear for any noticed deposition. The proposed 
provision corresponds to similar provisions proposed to be 
added to § 2.120(e), with respect to motions to compel, and 
to § 2.127(d), with respect to motions for summary judgment, 
and is explained in greater detail in our discussion of the pro- 
posed amendments to the latter rule. 

Finally, because of the length and complexity of § 2.120(h), 
as proposed to be amended, the present paragraph is proposed 
to be redesignated as (h)(2) and revised; the provisions gov- 
erning the proposed limitation on the number of requests for 
admission which may be served by one party upon another are 
proposed to be included in a new paragraph designated (h)(1); 
and the proposed provisions relating to the suspension of pro- 
ceedings when a motion to test the sufficiency of an answer 
or objection to a request for admission is filed are proposed 
to be included in a new paragraph designated (h)(3). 

Section 2.120(e) is proposed to be amended to provide that 
a motion to compel discovery must be filed within 30 days 
after the close of the discovery period, as originally set or as 
reset; that when a party files a motion to compel discovery, 
the case will be suspended by the Board with respect to all 
matters not germane to the motion and no party should file any 
paper which is not germane to the motion, except as otherwise 
specified in the Board’s suspension order; and that the filing 
of a motion to compel shall not toll the time for a party to 
respond to any outstanding discovery requests or to appear for 
any noticed discovery deposition. These proposed provisions 
correspond to similar provisions proposed to be added to § 
2.120(h). The latter proposed provision also corresponds to a 
similar provision proposed to be added to § 2.127(d) and is 
explained in greater detail in our discussion of the proposed 
amendments to that rule. 


Proposed Amendments Relating to Testimony Periods 


It has come to the attention of the Board that trial is sometimes 
delayed because an adverse party feels compelled to stipulate 
to reschedule or extend testimony periods, knowing that to 
oppose such a request and await the Board’s decision on the 
contested motion will create a greater delay than if the party 
were to consent to the rescheduling or extension. In order to 
remedy this problem, the third sentences in §§ 2.121(a)(1) and 
2.121(c) are proposed to be amended to provide that testimony 
periods may be rescheduled (§ 2.121(a)(1)), or extended (§ 
2.121(c)), only by stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board, and that if such a motion is denied, the 
testimony periods will remain as set. At the same time, § 
2.121(c) is proposed to be amended to lengthen the testimony 
period for the plaintiff and defendant to present their cases in 
chief from 30 to 60 days, and to lengthen the period for the 
plaintiff to present evidence in rebuttal from 15 to 30 days. 
The enlargement of testimony periods should, in general, elimi- 
nate the number of extension requests filed by parties and 
expedite the disposition of proceedings. Moreover, the enlarge- 
ment of the testimony periods should lessen any inconvenience 
to the parties from the elimination of the “good cause” standard 
for obtaining extensions of time. 
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Those portions of §§ 2.121(a)(1) and 2.121(c) which refer 
to the rescheduling or extension of testimony periods “by order 
of the Board” are proposed to be deleted to clarify that a party 
may not simply make a motion that the Board order the resetting 
of testimony periods. That is, parties may move to reschedule 
or extend testimony periods only upon consent, or upon motion 
showing extraordinary circumstances. The Board stiil retains its 
authority to sua sponte reschedule or extend testimony periods. 

As indicated above, under the heading “Proposed Amend- 
ments Relating to Discovery,” the last sentence of § 2.121(a)(1), 
which now provides that the resetting of a party’s time to 
respond to an outstanding request for discovery will not result 
in the automatic rescheduling of the discovery and/or testimony 
periods, and that such dates will be rescheduled only upon 
stipulation of the parties approved by the Board, or upon motion 
granted by the Board, or by order of the Board, is proposed 
to be moved to the end of § 2.120(a), as proposed to be amended. 
It is believed that § 2.120(a), as proposed to be amended, is 
the most logical place for this sentence. In addition, the latter 
part of the sentence is proposed to be revised to read “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The proposed revision of the 
latter part of the sentence is consistent with the third sentence 
of § 2.121(a)(1), as proposed to be amended. 


Proposed Amendments Relating to Motion Practice 


Section 2.127(a) is proposed to be amended to clarify Board 

practice with respect to the filing of reply briefs and additional 
papers in support of or in opposition to motions. The rule as 
now written makes no reference to such papers. As a result, 
parties often file reply briefs on motions, sur-reply briefs, 
responses to sur-reply briefs, and motions for leave to file, as 
well as motions to strike, such papers. It has been the Board’s 
experience that reply briefs may be helpful in deciding a motion, 
but that additional papers generally consist of reargument. 
Moreover, the filing of such additional papers often escalates 
as each party wishes to have the last word. The result is needless 
expense to the parties, additional work for the Board, and delays 
in rendering decisions. Accordingly, the rule is proposed to be 
amended to provide for the filing of a reply brief, if desired, 
within 15 days from the date of service of the brief in response 
to the motion; and to specify that the time for filing a reply 
brief will not be extended, and that additional papers in support 
of or in opposition to a motion will be given no consideration. 
The proposed time limit for the filing of a reply brief on a motion 
applies to all types of motions except motions for summary 
judgment. Section 2.127(e)(1), which governs the time for filing 
a motion for summary judgment, is proposed to be amended, 
as indicated hereafter, to allow 30 days for this purpose in the 
case of a reply brief on a motion for summary judgment. 
* Section 2.127(a) is also proposed to be amended to enlarge 
the time for responding to a motion from 15 to 30 days. The 
proposed time limit applies to all types of motions except 
motions for summary judgment. Section 2.127(e)(1) is proposed 
to be amended to allow 60 days for the filing of a brief in 
response to a motion for summary judgment. 

Concomitantly, § 2.127(a) is proposed to be amended to 
provide that extensions of time for filing a brief in opposition 
to a motion will be granted only upon stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board, and that, “if such a motion 
for an extension is denied, the time for responding to the motion 
remains as specified under this section.” A similar provision 
is proposed to be included in § 2.127(e)(1) regarding extensions 
of time for filing a brief in opposition to a motion for summary 
judgment. It is believed that 30 days (or 60 days in the case 
of a summary judgment motion) is a sufficient time to respond 
to a motion. Moreover, this enlargement of the response time, 
coupled with the requirement that extension requests be made 
with consent or show extraordinary circumstances, and the 
accompanying provision leaving the time for responding to a 
motion unchanged if a motion to extend is denied, will reduce 
the number of extension requests filed, expedite the disposition 
of proceedings, and prevent parties from using the delays 
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inherent in the filing and deciding of motions to enlarge their 
time to respond to motions. 

Section 2.127(a) is proposed to be further amended to impose 
a page limit for briefs and reply briefs on motions, namely, 25 
pages for briefs in support of and in opposition to motions, 
and 10 pages for reply briefs, and to specify form requirements 
for such briefs. It is believed that the proposed page limitations 
are more than sufficient for parties to adequately argue motions 
in proceedings before the Board. 

Section 2.127(b) is proposed to be amended to change the 
specification of the time period for filing a request for reconsid- 
eration or modification of an order or decision on a motion 
from “thirty days” to “one month.” The proposed amendment 
conforms the time period with that specified in § 2.129(c), 
which governs requests for reconsideration or modification of 
a decision after final hearing. 

Certain modifications are proposed to be made to the rules 
governing summary judgment motions. It appears that in some 
cases, parties that have been served with discovery requests, 
and know that it is Board policy to suspend proceedings once 
a summary judgment motion has been filed, move for summary 
judgment in an effort to avoid having to make timely response 
to the discovery requests. Accordingly, the PTO proposes to 
amend § 2.127(d), which concerns suspension of proceedings 
when a potentially dispositive motion has been filed, to specify 
that the filing of a summary judgment motion shall not toll 
the time for the moving party to respond to any outstanding 
discovery requests or to appear at a noticed discovery deposi- 
tion, but that it shall toll the time for the nonmoving party to 
respond to outstanding discovery requests or to appear at a 
noticed deposition. The nonmoving party’s time to respond is 
proposed to be tolled because a party which files a motion for 
summary judgment is, by its motion, asserting that it needs no 
further evidence to demonstrate that it is entitled to judgment. 
The proposed amendment will eliminate the noted abuse of the 
summary judgment procedure. Moreover, it may also reduce 
the number of motions for discovery filed pursuant to Rule 
56(f) of the Federal Rules of Civil Procedure because parties 
opposing motions for summary judgment will be able to receive 
responses to outstanding discovery requests prior to the time 
for responding to the summary judgment motion. 

The first sentence of § 2.127(d), which provides, in essence, 
that when any party files a potentially dispositive motion, the 
case will be suspended by the Board with respect to all matters 
not germane to the motion, and no party should file any paper 
which is not germane thereto, is proposed to be amended by 
adding to the end thereof the phrase “except as otherwise speci- 
fied in the Board’s suspension order.” The proposed amendment 
clarifies the rule. 

Section 2.127(e)(1), which governs the time for filing a 
motion for summary judgment, is proposed to be amended to 
specify that a motion for summary judgment may not be filed 
until notification of the proceeding has been sent to the parties 
by the Board. This proposed amendment codifies current Board 
practice, as set forth in Nabisco Brands Inc. v. Keebler Co., 
28 USPQ2d 1237 (TTAB 1993). In Board opposition and can- 
cellation proceedings, as under the Federal Rules, the pro- 
ceeding commences with the filing of the complaint, i.e., the 
notice of opposition or the petition for cancellation. See §§ 
2.101(a) and 2.111(a). However, in Board proceedings, formal 
service of the complaint upon the defendant is made by the 
Board, not by the plaintiff. Further, the Board does not serve 
the complaint upon the defendant until after the Board has first 
examined the complaint to determine whether it has been filed 
in proper form, with the required fee, and, then, if so, has (1) 
obtained the application or registration file which is the subject 
of the proceeding, (2) set up a proceeding file with an assigned 
proceeding number, and (3) entered information concerning 
the proceeding in the electronic records of the PTO. Thus, there 
is a time gap between the filing of a notice of opposition or 
petition for cancellation and the issuance of the Board’s action 
notifying the defendant of the filing of the proceeding, notifying 
both parties of the institution of the proceeding, and forwarding 
a copy of the complaint to defendant. Although a plaintiff may 
send a courtesy copy of the complaint to the defendant, the 
defendant does not know that the complaint has been filed in 
proper form, and that the proceeding has been instituted by the 
Board, unless and until it receives from the Board the notice 
of institution along with a copy of the complaint. Accordingly, 
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the Board considers a motion for summary judgment filed prior 
to the issuance of the notice of institution to be premature. 
Moreover, the filing of a motion for summary judgment prior 
to the Board’s formal institution of the proceeding may cause 
administrative difficulties for the Board, particularly where the 
Board has not yet assigned a proceeding number to the case. 

Section 2.127(e)(1) is proposed to be further amended to 
add new provisions governing the time for filing papers in 
response to a motion for summary judgment, as well as the 
time for filing a reply brief thereon. Specifically, the section 
is proposed to be amended to provide that a motion under Rule 
56(f) of the Federal Rules of Civil Procedure (that is, a motion 
by the nonmoving party for discovery necessary to enable it 
to respond to the motion for summary judgment), if filed, shall 
be filed within 30 days from the date of service of the motion 
for summary judgment; that the time for filing a Rule 56(f) 
motion will not be extended; that if no Rule 56(f) motion is 
filed, a brief in response to the motion for summary judgment 
shall be filed within 60 days from the date of service of the 
motion, unless the time is extended by stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board; that, if such a motion for 
an extension is denied, the time for responding to the motion 
for summary judgment will remain as specified in the section; 
that a reply brief, if filed, shall be filed within 30 days from 
the date of service of the brief in response to the motion; that 
the time for filing a reply brief will not be extended; and that 
no further papers in support of or in opposition to a motion 
for summary judgment will be considered by the Board. With 
two exceptions, these proposed provisions parallel certain of 
the provisions of § 2.127(a), as proposed to be amended. The 
first exception is the provision relating to a Rule 56(f) motion. 
No parallel provision is proposed to be included in § 2.127(a) 
because a Rule 56(f) motion may be filed only in response 
to a motion for summary judgment, and § 2.127(a) contains 
provisions relating to the filing of motions in general. The 
second exception is the length of time proposed to be allowed 
for filing a brief in response to a motion for summary judgment, 
and for filing a reply brief. These proposed times are 60 days 
and 30 days, respectively. In the case of other types of motions, 
the times proposed in § 2.127(a) are 30 days and 15 days. The 
additional time is proposed to be allowed in the case of summary 
judgment motions because the gathering of evidence to respond 
to such a motion, or to support a reply brief, is time-consuming, 
and because the summary judgment motion is potentially dis- 
positive in nature. It is believed that 60 days is a sufficient 
time to respond to a motion for summary judgment, and that 
this enlargement of the response time, coupled with the require- 
ment that extension requests be made with consent or show 
extraordinary circumstances, and the accompanying provision 
leaving the time for responding to the summary judgment 
motion unchanged if a motion to extend is denied, will reduce 
the number of extension requests filed, and expedite the disposi- 
tion of proceedings. 


Corrections of Cross-References 


Sections 2.101(d)(1), 2.111(c)(1), 2.122(d)(1) and 3.41, as 
now written, all contain cross-references to subsections of § 
2.6. Subsections of § 2.6 were renumbered by a notice of final 
rulemaking published in the Federal Register on December 24, 
1991, at 56 FR 66670 (amended at 57 FR 38196, August 21, 
1992) and in the Official Gazette on December 24, 1991, at 
1133 TMOG 61 (amended at 1141 TMOG 40, August 18, 
1992). Accordingly, these sections are proposed to be amended 
to correct the cross-references to subsections of § 2.6. 

Section 2.111(b) is proposed to be amended to correct cross- 
references to subsections of Section 14 of the Trademark Act, 
15 U.S.C. 1064. The subsections were renumbered by the 
Trademark Law Revision Act of 1988 (Title 1 of Pub. L. 100- 
667, 102 Stat. 3935 (15 U.S.C. 1051)). 

Section 2.119(d), which governs the appointment of domestic 
representatives by foreign parties involved in inter partes pro- 
ceedings before the Board, provides, in pertinent part, that 
the mere designation of a domestic representative does not 
authorize the person designated to prosecute the proceeding 
“unless qualified under § 10.14(a), or qualified under paragraph 
(b) or (c) of § 10.14 and authorized under § 2.17(b).” The 
section is proposed to be amended to delete the reference to 
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domestic representatives who are qualified under § 10.14(c). 
As indicated in § 2.119(d), a domestic representative must be 
a person “resident in the United States.” Persons who are quali- 
fied under § 10.14(c) are not residents of the United States and 
therefore cannot be domestic representatives. 

Section 2.134(a) is proposed to be amended to correct the 
cross-reference to Section 7(d) of the Act of 1946. That section 
of the Act was renumbered as “7(e)” by the Trademark Law 
Revision Act of 1988. 


Other Proposed Amendments 


Section 2.76(a) now provides, in pertinent part, that an appli- 
cation under § 1(b) of the Act (i.e., an intent-to-use application) 
may be amended to allege use of the mark in commerce under 
§ 1(c) of the Act at any time between the filing of the application 
and the date the examiner approves the mark for publication 
or the date of expiration of the six-month period after issuance 
of a final action; and that thereafter, an allegation of use may 
be submitted only as a statement of use after issuance of a 
notice of allowance. The section is proposed to be amended 
to eliminate the time limit for filing an amendment to allege 
use after issuance of a final action. 

The purpose of the time limit for filing an amendment to 
allege use after issuance of a final action was to avoid the 
submission of extraneous papers which would disrupt the appeal 
process. However, the time limit had a detrimental effect not 
foreseen by the PTO. In many instances, where an intent-to- 
use application was on appeal from a final refusal on the ground 
of mere descriptiveness, for example, and no acceptable amend- 
ment to allege use had yet been filed, the owner of the applica- 
tion would seek, after the expiration of the six-month period 
following issuance of the final refusal, to overcome the refusal 
to register by amending its application to the Supplemental 
Register. However, an intent-to-use application cannot be 
amended to the Supplemental Register until an acceptable 
amendment to allege use or a statement of use has been filed. 
See 37 CFR § 2.75(b). Thus, although an amendment to the 
Supplemental Register might have obviated the refusal of regis- 
tration, such an amendment could not be approved because the 
intent-to-use applicant was prohibited by the time limit of § 
2.76(a) from contemporaneously filing an amendment to allege 
use. 

In order to remedy the situation, the Assistant Commissioner 
for Trademarks, by notice published in the Official Gazette, 
waived the portion of § 2.76(a) which prohibited the filing of 
an amendment to allege use more than six months after issuance 
of a final refusal. See “Waiver of Trademark Rule 2.76(a),” 
1156 TMOG 12 (November 2, 1993). The proposed rule change 
merely incorporates in the rule the more liberal practice set 
forth in the Official Gazette notice. 

Similarly, § 2.76(g), which concerns the correction of an 
amendment to ailege use which does not meet the minimum 
requirements for such an amendment, and § 2.76(h), which 
concerns withdrawal of an amendment to allege use, are pro- 
posed to be amended to delete the “expiration of the six-month 
response period after issuance of a final action” time limit. 

Section 2.85(e) specifies the consequences for the payment of 
an insufficient fee, with respect to an application or registration 
having multiple classes, for certain types of filings, including 
a petition for cancellation. The section is proposed to be 
amended to delete the reference to an insufficient fee for a 
petition for cancellation, because this situation is covered, in 
greater detail, by § 2.111(c)(1). Further, in view of this proposed 
amendment, § 2.111(c)(1) is proposed to be amended to delete 
the cross-reference to § 2.85(e). 

Section 2.87(c), which now provides, in pertinent part, that 
a request to divide an application may be filed during an opposi- 
tion, upon motion granted by the Board, is proposed to be 
amended to also specify that a request to divide may be filed 
during a concurrent use or an interference proceeding, upon 
motion granted by the Board. The proposed change corrects 
an oversight in the rule and codifies current Office practice. 

Section 2.102(d) now provides that a party filing a request 
for an extension of time to oppose must submit an original 
plus two copies. The section is proposed to be amended to 
eliminate the requirement for the filing of the “original” and 
two copies, and substitute a requirement that the request be 
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submitted in triplicate. The Board has no need for an original, 
and the proposed change codifies current Office practice. 

Section 2.117(a), as now written, provides that, when parties 
to a case pending before the Board are engaged in a civil action 
which may be dispositive of the case, proceedings before the 
Board may be suspended until termination of the civil action. 
The section is proposed to be amended to codify the Board’s 
current policy of suspending proceedings whenever either or 
both of the parties are involved in a civil action or Board 
proceeding which may have a bearing on the proceeding. 

Section 2.117(b) now provides that when there is pending, 
at the time when the question of suspension of proceedings is 
raised, a motion which is potentially dispositive of the case, 
the motion may be decided before the question of suspension , 
is considered. The section is proposed to be amended to clarify 
that the Board may decide the potentially dispositive motion 
before the question of suspension is considered, regardless of 
the order in which they were raised. The proposed change 
codifies current Office practice. 

Section 2.120(g)(1), which governs the imposition of sanc- 
tions when a party fails to comply with an order of the Board 
relating to discovery, now includes the phrase “the Board does 
not have authority to hold any person in contempt or to award 
any expenses to any party.” The phrase is proposed to be 
amended to read “the Board will not hold any person in con- 
tempt or award any expenses to any party.” The Board has 
long taken the position that it does not have authority to award 
expenses or attorney fees. See MacMillan Bloedel Ltd. v. Arrow- 
M Corp., 203 USPQ 952, 954 (TTAB 1979); Fisons Ltd. v. 
Capability Brown Ltd., 209 USPQ 167, 171 (TTAB 1980); 
Anheuser-Busch, Inc. v. Major Mud & Chemical Co., 221 
USPQ 1191, 1195 n. 9 (TTAB 1984); Luehrmann v. Kwik Kopy 
Corp., 2 USPQ2d 1303, 1305 n.4 (TTAB 1987); Fort Howard 
Paper Co. v. G.V. Gambina Inc., 4 USPQ2d 1552, 1554 (TTAB 
1987); Nabisco Brands Inc. v. Keebler Co., 28 USPQ2d 1237, 
1238 (TTAB 1993). Cf. Driscoll v. Cebalo, 5 USPQ2d 1477, 
1481 (Bd. Pat. Int. 1982), aff'd in part, rev'd in part, 731 F.2d 
878, 221 USPQ 745 (Fed. Cir. 1984); Clevenger v. Martin, | 
USPQ2d 1793, 1797 (Bd. Pat. App. & Int. 1986). However, 
in 1995 the PTO, by final rule notice published in the Federal 
Register of March 17, 1995, at 60 FR 14488, and in the Official 
Gazette of April 11, 1995, at 1173 TMOG 36, amended Patent 
Rule 1.616, 37 CFR § 1.616, which concerns the imposition 
of sanctions in proceedings before the Board of Patent Appeals 
and Interferences (Patent Board), to provide for the imposition 
of a sanction in the form of compensatory expenses and/or 
compensatory attorney fees. 37 CFR §§ 1.616(a)(5) and 
1.616(b). The notice of final rulemaking acknowledged the 
foregoing decisions but concluded, based on a detailed analysis 
of the Commissioner’s authority to issue regulations imposing 
sanctions, that the Commissioner has the authority to promul- 
gate a rule authorizing imposition of compensatory monetary 
sanctions. It is believed that the adoption of a rule authorizing 
the Board to impose a sanction in the form of compensatory 
expenses and/or compensatory attorney fees would result in an 
increase in the number of papers and motions filed in proceed- 
ings before the Board. In view thereof, and in order to harmonize 
§ 2.120(g)(1) with § 1.616, § 2.120(g)(1) is proposed to be 
amended to substitute a statement that the Board “will not” 
hold any person in contempt or award any expenses to any 
party, for the statement that the Board “does not have authority” 
to hold any person in contempt or award any expenses to any 
party. Section 2.127(f), which now states in pertinent part that 
the Board “does not have authority to hold any person in 
contempt, or to award attorneys’ fees or other expenses to any 
party,” is proposed to be amended in the same manner. 

Section 2.121(d), which now requires that a stipulation or 
consented motion for the rescheduling of testimony periods or 
of the closing date for discovery be submitted in one original 
and as many photocopies as there are parties, is proposed to 
be amended to eliminate the requirement that parties file the 
“original” as well as copies of stipulations and consented 
motions. Instead, the proposed rule requires that the stipulation 
or consented motion be submitted in a number of copies equal 
to the number of parties to the proceeding plus one copy for 
the Board. The Board has no need for an original, and the 
proposed change codifies current Office practice. 

Section 2.122(b)(1), which now provides, in pertinent part, 
that the file of each application or registration specified in “a 
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declaration of interference” forms part of the record of the 
proceeding without any action by the parties, is proposed to 
be amended to clarify the rule by substituting the word “notice” 
for the word “declaration.” A declaration of an interference is 
issued by the Commissioner upon the granting of a petition 
filed pursuant to § 2.91. An interference proceeding declared 
by the Commissioner does not commence until the Examining 
Attorney has determined that all of the subject marks are regis- 
trable; all of the marks have been published in the Official 
Gazette for opposition; and the Board mails a “notice of interfer- 
ence” notifying the parties that the interference proceeding is 
thereby instituted. In the interim between the Commissioner’ s 
declaration of an interference and the institution of the pro- 
ceeding by the Board, some of the applications mentioned in 
the declaration of interference may become abandoned for one 
reason or another. When the Board institutes the proceeding, 
it is only the surviving applications which are specified in the 
notice of interference, and it is only those application files 
which form part of the record of the proceeding without any 
action by the parties. 

Section 2.123(b) now provides, in pertinent part, that by 
agreement of the parties, the testimony of any witness may be 
submitted in the form of an affidavit by that witness, and that 
the parties may stipulate what a particular witness would testify 
to if called, or may stipulate the facts in the case. The section 
is proposed to be amended to clarify that such agreement or 
stipulation must be in writing. 

Section 2.123(f) now provides, in pertinent part, that the 
officer certifying a testimony deposition shall, without delay, 
forward the evidence, notices, and paper exhibits to the Com- 
missioner of Patents and Trademarks. This section is proposed 
to be amended to state that either the officer or the party taking 
the testimony deposition, or its attorney or other authorized 
representative, should forward this material to the Commis- 
sioner. The proposed amendment makes it clear that once the 
officer has certified the deposition, sealed the evidence in an 
envelope or package, and inscribed thereon a certificate giving 
the number and title of the case, the name of each witness, 
and the date of sealing, either the officer or the party taking 
the deposition, or its attorney or other authorized representative, 
may file the deposition. That is, if the officer sends the envelope 
or package to the party taking the deposition, or to its attorney 
or other authorized representative, the party, or its attorney or 
other authorized representative, need not return the envelope 
or package to the officer for filing with the PTO, but rather 
may send it directly to the PTO. Concomitant with this proposed 
amendment, the title of § 123(f), which now reads “Certification 
and filing by officer,” is proposed to be amended to read 
“Certification and filing of deposition.” 

Section 2.123(f) is proposed to be further amended to elimi- 
nate the present requirement that the material be forwarded to 
the Commissioner of Patents and Trademarks “without delay.” 
The proposed amendment conforms the section to current Board 
practice. While the Board prefers that testimony depositions 
be submitted promptly, and such depositions are normally filed 
with the Board at the same time that they are served on the 
adverse party or parties to the proceeding, it is Board practice 
to accept transcripts of testimony depositions at any time prior 
to the rendering of a final decision on the case. The proposed 
amendment does not affect the requirement of § 2.125(a) that 
one copy of the testimony transcript, together with copies of 
documentary exhibits and duplicates or photographs of physical 
exhibits, be served on each adverse party within thirty days 
after completion of the taking of that testimony. 

Similarly, § 2.125(c), which now provides that certified tran- 
scripts of testimony depositions, and exhibits thereto, are to be 
filed promptly with the Board, is proposed to be amended to 
delete the requirement for prompt filing with the Board. The 
proposed amendment conforms the section to current Board 
practice. 

Section 2.127(f) now provides, in part, that the Board “does 
not have authority” to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party. The rule is 
proposed to be amended to provide instead that the Board “will 
not” hold any person in contempt, or award attorneys’ fees or 
other expenses to any party. This proposed provision corres- 
ponds to a similar provision in § 2.120(g)(1), as proposed to 
be amended, and is explained in more detail in our discussion 
of § 2.120(g)(1) above, under this same heading. 
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Section 2.146(e)(1), as now written, provides for the filing 
of a petition to the Commissioner from the denial of a request 
for an extension of time to file a notice of opposition. This 
section is proposed to be amended to provide also that an 
applicant may petition the Commissioner from a decision 
granting such a request. The proposed amendment codifies 
current practice and clarifies the rule. 


Discussion of Specific Rules 


Section 2.76(a) now provides, in relevant part, that an amend- 
ment to allege use may be filed in an application under Section 
1(b) of the Act “at any time between the filing of the application 
and the date the examiner approves the mark for publication 
or the date of expiration of the six-month response period 
after issuance of a final action.” The section is proposed to be 
amended to delete the phrase “or the date of expiration of the 
six-month response period after issuance of a final action.” 
The proposed amendment reflects current practice, as stated in 
“Waiver of Trademark Rule 2.76(a),” 1156 TMOG 12 
(November 2, 1993). 

Section 2.76(g) provides, in relevant part, that if an amend- 
ment to allege use does not meet the minimum requirements 
specified in § 2.76(e), the deficiency may be corrected provided 
the mark has not been approved for publication or the six- 
month response period after issuance of a final action has not 
expired; and that if an acceptable amendment to correct the 
deficiency is not filed prior to approval of the mark for publica- 
tion or prior to expiration of the six-month response period 
after issuance of a final action, the amendment will not be 
examined. The section is proposed to be amended to delete the 
phrases “or the six-month response period after issuance of a 
final action has not expired” and “or prior to the expiration of 
the six-month response period after issuance of a final action.” 
The proposed amendment reflects current practice. 

Section 2.76(h), which provides that an amendment to allege 
use may be withdrawn for any reason prior to approval of a 
mark for publication or expiration of the six-month response 
period after issuance of a final action, is proposed to be amended 
to delete the phrase “or expiration of the six-month response 
period after issuance of a final action.” The proposed amend- 
ment reflects current practice. 

Section 2.85(e) pertains to the filing of certain specified 
papers, including a petition for cancellation, with a fee which 
is insufficient because multiple classes in an application or 
registration are involved. The section is proposed to be amended 
to delete the references to a petition for cancellation, because 
the matter of an insufficient fee for a petition to cancel a 
registration having multiple classes is covered, in greater detail, 
in § 2.111(c)(1). 

Section 2.87(c), which specifies that a request to divide an 
application may be filed, inter alia, “during an opposition, upon 
motion granted by the Trademark Trial and Appeal Board,” is 
proposed to be amended to insert, after the words “during 
an opposition,” the additional words “or concurrent use or 
interference proceeding.” The proposed amendment codifies 
current practice and corrects an oversight in the rule. 

Section 2.101(d)(1), which now includes a cross-reference 
to “§ 2.6(1),” is proposed to be amended to correct the cross- 
reference to “§ 2.6(a)(17).” 

Section 2.102(d), which now provides that every request to 
extend the time for filing a notice of opposition should be 
submitted “in triplicate (original plus two copies),” is proposed 
to be amended to delete the words “(original plus two copies).” 
The proposed amendment eliminates the requirement to file 
“original” extension of time requests. The Board has no need 
for the original. 

Section 2.111(b), which now includes a cross-reference to 
“section 14(c) or (e)” of the Act, is proposed to be amended 
to correct the cross-reference to “section 14(3) or (5). The 
subsections of Section 14 of the Act were renumbered by the 
Trademark Law Revision Act of 1988. 

Section 2.111(c)(1), which now includes a cross-reference 
to “§§ 2.6(1) and 2.85(e),” is proposed to be amended to correct 
the first cross-reference to § 2.6(a)(16) and to delete the cross- 
reference to § 2.85(e). 

Section 2.117(a) now provides that whenever it shall come 
to the attention of the Board “that parties to a pending case 
are engaged in a civil action which may be dispositive of the 
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case, proceedings before the Board may be suspended until 
termination of the civil action.” The section is proposed to be 
amended to insert the words “a party or” before the word 
“parties,” insert the words “or a Board proceeding” after the 
first appearance of the words “civil action,” and substitute the 
words “have a bearing on” for the words “be dispositive of.” 
The proposed amendments clarify the rule and codify current 
practice. 

Section 2.117(b) now provides that “Whenever there is 
pending, at the time when the question of the suspension of 
proceedings is raised, a motion which is potentially dispositive 
of the case, the motion may be decided before the question of 
suspension is considered.” The section is proposed to be 
amended to read “Whenever there is pending before the Board 
both a motion to suspend and a motion which is potentially 
dispositive of the case, the potentially dispositive motion may 
be decided before the question of suspension is considered, 
regardless of the order in which the motions were filed.” The 
proposed amendment clarifies the rule and codifies current 
practice. 

Section 2.119 (d) provides, in pertinent part, that the mere 
designation of a domestic representative does not authorize the 
person designated to prosecute the proceeding unless qualified 
under § 10.14(a), or qualified under paragraphs (b) or (c) of 
§ 10.14(c) and authorized under § 2.17(b). The section is pro- 
posed to be amended to delete the reference to § 10.14(c). 
That section refers to nonresidents, who cannot be domestic 
representatives. The proposed amendment corrects an inadver- 
tent error in the rule. 

Section 2.120(a) now provides that the provisions of the 
Federal Rules of Civil Procedure relating to discovery shall 
apply in opposition, cancellation, interference, and concurrent 
use registration proceedings except as otherwise provided in § 
2.120; that the Board will specify the closing date for the taking 
of discovery; and that the opening of discovery is governed 
by the Federal Rules of Civil Procedure. The section is proposed 
to be amended to (1) preface the first sentence with the quali- 
fying words “Wherever appropriate, the”; (2) include a new 
sentence stating that the provisions of the Federal Rules of 
Civil Procedure relating to automatic disclosure scheduling 
conferences, conferences to discuss settlement and to develop 
a discovery plan, and transmission to the court of a written 
report outlining the discovery plan, are not applicable to Board 
proceedings; (3) state that the Board will specify the opening 
(as well as the closing) date for the taking of discovery; (4) 
delete the provision that the opening of discovery is governed 
by the Federal Rules of Civil Procedure; (5) specify that the 
discovery period will be set for a period of 180 days; (6) provide 
that interrogatories, requests for production of documents and 
things, and requests for admission must be served in sufficient 
time that responses will fall due prior to the close of the dis- 
covery period, and that discovery depositions must be noticed 
and taken prior to the close of the discovery period; (7) specify 
that extensions of the discovery period will be granted only 
upon stipulation of the parties approved by the Board, and that 
the parties may stipulate to a shortening of the discovery period; 
(8) provide that responses to interrogatories, requests for pro- 
duction of documents and things, and requests for admission 
must be served within 40 days from the date of service of such 
discovery requests; (9) specify that the time to respond may 
be extended upon stipulation of the parties, or upon motion 
showing extraordinary circumstances approved by the Board; 
and (10) provide that the resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods, and that the discovery period will be rescheduled only 
upon stipulation of the parties approved by the Board, and 
testimony periods will be rescheduled only upon stipulation of 
the parties approved by the Board, or upon motion showing 
extraordinary circumstances granted by the Board. 

Section 2.120(d)(1) now provides, in pertinent part, that the 
total number of written interrogatories which a party may serve 
upon another party pursuant to Rule 33 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 75, counting 
subparts, except that the Board, in its discretion, may allow 
additional interrogatories upon motion showing good cause, or 
upon stipulation of the parties; and that a motion for leave to 
file additional interrogatories must be filed and granted prior 
to the service of the proposed additional interrogatories, and 
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must be accompanied by a copy of the interrogatories, if any, 
which have already been served by the moving party, and by 
a copy of the interrogatories proposed to be served. The section 
is proposed to be amended to lower the interrogatory number 
limit from 75, counting subparts, to 25, counting subparts, and 
to delete the references to a motion for leave to serve additional 
interrogatories. However, the provision allowing additional 
interrogatories upon stipulation of the parties is proposed to 
be retained. 

Section 2.120(d)(2), which now includes only a provision 
concerning the place for production of documents and things, 
is proposed to be amended to limit the number of requests for 
production of documents and things which a party may serve 
upon another party, in a proceeding, to 15, counting subparts. 
Specifically, the section is proposed to be amended to include 
new sentences providing that the total number of requests for 
production of documents and things which a party may serve 
upon another party pursuant to Rule 34 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 15, counting 
subparts, except upon stipulation of the parties; that if a party 
upon which requests for production of documents and things 
have been served believes that the number of requests served 
exceeds the limitation specified in the paragraph, and is not 
willing to waive this basis for objection, the party shall, within 
the time for (and instead of) serving answers and specific 
objections to the requests, serve a general objection on the 
ground of their excessive number; and that if the inquiring 
party, in turn, files a motion to compel discovery, the motion 
must be accompanied by a copy of the set(s) of requests which 
together are said to exceed the limitation, and must otherwise 
comply with the requirements of § 2.120(e). These proposed 
provisions parallel the provisions of § 2,120(d)(1), which limit 
the number of interrogatories which a party may serve upon 
another party in a proceeding. 

Section 2.120(e), which governs motions to compel dis- 
covery, is proposed to be amended by redesignating the present 
paragraph as (e)(1), and amending that paragraph to insert, 
after the first sentence, a new sentence specifying that a motion 
to compel must be filed within 30 days after the close of the 
discovery period, as originally set or as reset. In addition, § 
2.120(e) is proposed to be amended to include a new paragraph, 
designated (e)(2), specifying that when a party files a motion 
for an order to compel discovery, the case will be suspended 
by the Board with respect to all matters not germane to the 
motion, and no party should file any paper which is not germane 
to the motion, except as otherwise specified in the Board’s 
suspension letter. The proposed new paragraph also provides 
that the filing of a motion to compel shall not toll the time for 
a party to respond to any outstanding discovery requests or to 
appear for any noticed discovery deposition. 

Section 2.120(g)(1), which now states, in pertinent part, 
that “the Board does not have authority to hold any person in 
contempt or to award any expenses to any party,” is proposed 
to be amended to state that “the Board will not hold any person 
in contempt or award any expenses to any party.” 

Section 2.120(h), which concerns requests for admission, 
is proposed to be amended to redesignate the present paragraph 
as (h)(2); delete the first sentence, which reads “Requests for 
admissions shall be governed by Rule 36 of the Federal Rules 
of Civil Procedure except that the Trademark Trial and Appeal 
Board does not have authority to award any expenses to any 
party.”; add to the beginning a new sentence reading “Any 
motion by a party to determine the sufficiency of an answer 
or objection to a request made by that party for an admission 
must be filed within 30 days after the close of the discovery 
period, as originally set or as reset.”; and revise the beginning 
of the second sentence, which now reads, “A motion by a party 
to determine the sufficiency of an answer or objection to a 
request made by that party for an admission shall...,” to read 
“The motion shall ....,” The section is proposed to be further 
amended to add a new paragraph, designated (h)(1), limiting 
the number of requests for admission which a party may serve 
upon another party, in a proceeding, to 25, counting subparts. 
Specifically, the proposed new paragraph provides that the total 
number of requests for admission which a party may serve 
upon another party pursuant to Rule 36 of the Federal Rules of 
Civil Procedure, in a proceeding, shall not exceed 25, counting 
subparts, except upon stipulation of the parties; that if a party 
upon which requests for admission have been served believes 
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that the number of requests served exceeds the limitation speci- 
fied in the paragraph, and is not willing to waive this basis for 
objection, the party shall, within the time for (and instead of) 
serving answers and specific objections to the requests, serve 
a general objection on the ground of their excessive number; 
and that if the inquiring party, in turn, files a motion to determine 
the sufficiency of the objection, the motion must be accompa- 
nied by a copy of the set(s) of requests for admission which 
together are said to exceed the limitation, and must otherwise 
comply with the requirements of paragraph (h)(2) of the section. 
The proposed provisions parallel the provisions of § 
2.120(d)(1), which limit the number of interrogatories which 
a party may serve upon another party in a proceeding. Finally, 
§ 2.120(h) is proposed to be amended to add another new 
paragraph, designated (h)(3), which provides for the suspension 
of proceedings when a motion to determine the sufficiency of 
an answer or objection to a request for admission is filed. 
Specifically, the proposed new paragraph provides that when 
a party files a motion to determine the sufficiency of an answer 
or objection to a request made by that party for an admission, 
the case will be suspended by the Board with respect to all 
matters not germane to the motion, and no party should file any 
paper which is not germane to the motion, except as otherwise 
specified in the Board’s suspension order. The proposed new 
paragraph also provides that the filing of a motion to determine 
the sufficiency of an answer or objection to a request for admis- 
sion shall not toll the time for a party to respond to any out- 
standing discovery requests or to appear for any noticed 
discovery deposition. The provisions of proposed new § 
2.120(h)(3) parallel the provisions of proposed new § 2.120(e) 
and § 2.127(d), as proposed to be amended. 

Section 2.121(a)(1) is proposed to be amended by revising 
the third sentence, which now provides that testimony periods 
may be rescheduled “by stipulation of the parties approved by 
the Board, or upon motion granted by the Board, or by order 
of the Board,” to provide that testimony periods may be resched- 
uled “by stipulation of the parties approved by the Board, or 
upon motion showing extraordinary circumstances granted by 
the Board.” The sentence is proposed to be further amended 
to specify that “if such a motion is denied, the testimony periods 
will remain as set.” In addition, the last sentence of the section, 
which now reads “The resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board,” is proposed to be 
deleted. The sentence is proposed to be added to § 2.120(a), 
with the latter part of the sentence being modified to read “the 
discovery period will be rescheduled only upon stipulation of 
the parties approved by the Board, and testimony periods will 
be rescheduled only upon stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The proposed modification is 
consistent with the third sentence of § 2.121(a)(1), as proposed 
to be amended. 

Section 2.121(c), which governs the length of the testimony 
periods, is proposed to be amended to enlarge the rebuttal 
testimony period from 15 to 30 days, and to enlarge all other 
testimony periods from 30 to 60 days. In addition, the last 
sentence of the section, which now provides that the periods 
may be extended “by stipulation of the parties approved by 
the Trademark Trial and Appeal Board, or upon motion granted 
by the Board, or by order of the Board,” is proposed to be 
amended to provide that the periods may be extended “by 
stipulation of the parties approved by the Trademark Trial and 
Appeal Board, or upon motion showing extraordinary circum- 
stances granted by the Board.” The sentence is proposed to be 
further amended to specify that “if such a motion is denied, 
the testimony periods will remain as set.” The proposed amend- 
ments to this sentence parallel the proposed amendment to the 
third sentence of § 2.121(a)(1). 

Section 2.121(d) now provides, in pertinent part, that when 
parties stipulate to the rescheduling of testimony periods or to 
the rescheduling of the closing date for discovery and the 
rescheduling of testimony periods, a stipulation “submitted in 
one original plus as many photocopies as there are parties” 
will, if approved, be so stamped, signed, and dated, and the 
copies will be promptly returned to the parties. The section is 
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proposed to be amended by revising the quoted section to read 
“submitted in a number of copies equal to the number of parties 
to the proceeding plus one copy for the Board.” 

Section 2.122(b)(1), which now provides, in pertinent part, 
that each application or registration file specified in a declara- 
tion of interference forms part of the record of the proceeding 
without any action by the parties, is proposed to be amended 
by substituting the word “notice” for the word “declaration.” 

Section 2.122(d)(1), which now includes a cross-reference 
to “§ 2.6(n),” is proposed to be amended to correct the cross- 
reference to “§ 2.6(b)(4).” 

Section 2.123(b) now provides, in its second sentence, that 
by agreement of the parties, the testimony of any witness or 
witnesses of any party may be submitted in the form of an 
affidavit by such witness or witnesses. The sentence is proposed 
to be amended by inserting the word “written” between the 
words “by” and “agreement.” The third sentence of the section 
now provides that the parties may stipulate what a particular 
witness would testify to if called, or the facts in the case of 
any party may be stipulated. The sentence is proposed to be 
amended by inserting the words “in writing” after the word 
“stipulate” and after the word “stipulated.” 

Section 2.123(f) pertains to the certification and filing of a 
deposition by the officer before whom the deposition was taken. 
The third sentence of the second paragraph of the section now 
reads, “Unless waived on the record by an agreement, he shall 
then, without delay, securely seal in an envelope all the evi- 
dence, notices, and paper exhibits, inscribe upon the envelope 
a certificate giving the number and title of the case, the name 
of each witness, and the date of sealing, address the package, 
and forward the same to the Commissioner of Patents and 
Trademarks.” The sentence is proposed to be amended to delete 
the words “without delay,” to put a period after the word 
“sealing,” and to convert the remainder of the present sentence 
into a new sentence which reads, “The officer or the party taking 
the deposition, or its attorney or other authorized representative, 
shall then address the package and forward the same to the 
Commissioner of Patents and Trademarks.” The fourth sentence 
of the paragraph now reads, “If the weight or bulk of an exhibit 
shall exclude it from the envelope, it shall, unless waived on 
the record by agreement of all parties, be authenticated by 
the officer and transmitted in a separate package marked and 
addressed as provided in this section.” The sentence is proposed 
to be amended to insert, after the word “transmitted,” the phrase 
“by the officer or the party taking the deposition, or its attorney 
or other authorized representative.” Finally, in view of the 
proposed amendments to the third and fourth sentences, the 
title of the section, which now reads “Certification and filing 
by officer,” is proposed to be amended to read “Certification 
and filing of deposition.” 

Section 2.125(c), which now provides that one certified tran- 
script (of a testimony deposition) and exhibits shall be filed 
“promptly,” with the Board, is proposed to be amended to 
delete the word “promptly.” 

Section 2.127(a), which governs the filing of briefs on 
motions, is proposed to be amended to (1) enlarge the time for 
filing a brief in response to a motion from 15 days to 30 days, 
and preface the time provision with the phrase “Except as 
provided in paragraph (e)(1) of this section, a”; (2) delete, from 
the second sentence, a provision for extension of this time by 
“order of the Board on motion for good cause” and substitute 
a provision for an extension by “stipulation of the parties 
approved by the Board, or upon motion showing extraordinary 
circumstances granted by the Board,” with the added provision 
that, “if such a motion for an extension is denied, the time 
for responding to the motion remains as specified under this 
section”; (3) add a new provision to specify that a reply brief, 
if filed, shall be filed within 15 days from the date of service 
of the brief in response to the motion, and preface this new 
provision with the phrase “Except as provided in paragraph 
(e)(1) of this section, a”; (4) specify that the time for filing a 
reply brief will not be extended, and that no further papers in 
support of or in opposition to a motion will be considered by 
the Board; (5) add form requirements for briefs, i.e., that they 
shall be submitted in typewritten or printed form, double spaced, 
in at least pica or eleven-point type, on letter-size paper; (6) 
add a page limitation for briefs, namely, 25 pages for a brief 
in support of or in response to a motion and 10 pages for a 
reply brief; and (7) specify that exhibits submitted in support 
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of or in opposition to a motion shall not be deemed to be part 
of the brief for purposes of determining the length of the brief. 

Section 2.127(b), which now provides, in pertinent part, that 
any request for reconsideration or modification of an order or 
decision issued on a motion must be filed within thirty days 
from the date thereof, is proposed to be amended to change 
the specification of the time period for requesting reconsidera- 
tion or modification from “thirty days” to “one month.” 

Section 2.127(d) provides, in its first sentence, that when 
any party files a motion which is potentially dispositive of a 
proceeding, the case will be suspended by the Board with 
respect to all matters not germane to the motion, and no party 
should file any paper which is not germane to the motion. The 
sentence is proposed to be amended to add to the end of the 
sentence the phrase “except as otherwise specified in the 
Board’s suspension order.” The section is proposed to be further 
amended to add, immediately after the first sentence, a new 
sentence providing that filing a summary judgment motion 
shall not toll the time for the moving party to respond to 
any outstanding discovery requests or to appear at a noticed 
discovery deposition, but it shall toll the time for the nonmoving 
party to serve such responses or to appear for such deposition. 

Section 2.127(e)(1), which governs the time for filing a 
motion for summary judgment, is proposed to be amended to 
add, at the beginning of the section, a provision that a motion 
for summary judgment may not be filed until notification of 
the proceeding has been sent to the parties by the Board. In 
addition, the section is proposed to be amended to add to the 
end thereof provisions specifying that (1) a motion under Rule 
56(f) of the Federal Rules of Civil Procedure, if filed in response 
to a otion for summary judgment, shall be filed within 30 days 
from the date of service of the summary judgment motion; (2) 
the time for filing a motion under Rule 56(f) will not be 
extended; (3) if no motion under Rule 56(f) is filed, a brief in 
response to the motion for summary judgment shall be filed 
within 60 days from the date of service of the motion unless 
the time is extended by stipulation of the parties approved by the 
Board, or upon motion showing extraordinary circumstances 
granted by the Board and that, if such a motion for an extension 
is denied, the time for responding to the motion for summary 
judgment remains as specified under this section; (4) a reply 
brief, if filed, shall be filed within 30 days from the date of 
service of the brief in response to the motion; (5) the time for 
filing a reply brief will not be extended; and (6) no further 
papers in support of or in opposition to a motion for summary 
judgment will be considered by the Board. 

Section 2.127(f), which now states that “The Board does not 
have authority to hold any person in contempt, or to award 
attorneys’ fees or other expenses to any party,” is proposed to 
be amended to state instead that “The Board will not hold any 
person in contempt, or award attorneys’ fees or other expenses 
to any party.” 

Section 2.134(a), which now includes a cross-reference to 
“section 7(d)” of the Act of 1946, is proposed to be amended 
to correct the cross-reference to “section 7(e).” 

Section 2.146(e)(1), which now provides for filing a petition 
to the Commissioner from the denial of a request for an exten- 
sion of time to file a notice of opposition, is proposed to be 
amended to provide also for filing a petition from the grant of 
such a request. Specifically, the first sentence of the section 
now provides that a petition from the denial of a request for 
an extension of time to file a notice of opposition shall be filed 
within fifteen days from the date of mailing of the denial of the 
request and shall be served on the attorney or other authorized 
representative of the applicant, if any, or on the applicant. The 
sentence is proposed to be revised to read, “A petition from 
the grant or denial of a request for an extension of time to file 
a notice of opposition shall be filed within fifteen days from 
the date of mailing of the grant or denial of the request. A 
petition from the grant of a request shall be served on the 
attorney or other authorized representative of the potential 
opposer, if any, or on the potential opposer. A petition from 
the denial of a request shall be served on the attorney or other 
authorized representative of the applicant, if any, or on the 
applicant.” In addition, the present third sentence of the section, 
which provides, in pertinent part, that the applicant may file a 
response within fifteen days from the date of service of the 
petition and shall serve a copy of the response on the petitioner, 
is proposed to be amended by revising the beginning of the 
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sentence to read, “The potential opposer or the applicant, as 
the case may be, may file a response within fifteen days...” 

Section 3.41, which now includes a cross-reference to “§ 
2.6(q),” is proposed to be amended to correct the cross-reference 
to “§ 2.6(b)(6).” 


Environmental, Energy, and Other Considerations 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1995 (PRA) (44 U.S.C. 3501 et seq.). The proposed changes 
have been determined to be not significant for purposes of 
Executive Order 12866. 

The Assistant General Counsel for Legislation and Regula- 
tion of the Department of Commerce has certified to the Chief 
Counsel for Advocacy, Small Business Administration, that 
the proposed rule changes will not have a significant impact 
on a substantial number of small entities (Regulatory Flexibility 
Act, 5 U.S.C. 605(b)). The principal effect of this rule change 
is to improve practice and expedite proceedings in inter partes 
cases before the Board. 

The PTO has determined that the proposed rule changes 
have no Federalism implications affecting the relationship 
between the National Government and the States as outlined 
in Executive Order 12612. 

This rule involves the Petition to Cancel requirement which 
has not been previously approved by the OMB under the PRA. 
A request to collect this information has been submitted to 
OMB for review and approval. The reporting burden for this 
collection of information is estimated to be 20 minutes per 
response, including the time for reviewing instructions, 
searching existing data sources, gathering and maintaining the 
data needed, and completing and reviewing the collection of 
information. Comments are invited on: (a) whether the collec- 
tion of information is necessary for proper performance of the 
functions of the agency; (b) the accuracy of the agency’s esti- 
mate of the burden; (c) ways to enhance the quality, utility, 
and clarity of the information to be collected; and (d) ways 
to minimize the burden of the collection of information to 
respondents. This rule also involves information requirements 
associated with filing an Opposition to the Registration of a 
Mark, Amendment to Allege Use, and dividing an application. 
These requirements have been previously approved by the OMB 
under control number 0651-0009. Send comments regarding 
the burden estimate or any other aspects of the information 
requirements, including suggestions for reducing the burden, 
to the Assistant Commissioner for Trademarks, Box 
TTAB—No Fee, 2900 Crystal Drive, Arlington, VA 22202- 
3513, marked to the attention of Ellen J. Seeherman, and to 
the Office of Information and Regulatory Affairs, Office of 
Management and Budget, Washington, DC 20503 (Attention: 
PTO Desk Officer). 

Notwithstanding any other provision of law, no person is 
required to respond to, nor shall a person be subject to a penalty 
for failure to comply with, a collection of information, subject 
to the requirements of the PRA, unless that collection of infor- 
mation displays a currently valid Office of Management and 
Budget (OMB) control number 


List of Subjects 


37 CFR Part 2 
Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 Part 3 
Administrative practice and procedure, Patents, Trademarks 


For the reasons given in the preamble and pursuant to the 
authority contained in § 41 of the Trademark Act of July 5, 
1946, as amended, the Patent and Trademark Office proposes 
to amend Part 2 and Part 3 of Title 37 of the Code of Federal 
Regulations by amending or revising §§ 2.76, 2.85, 2.87, 2.101, 
2.102, 2.111, 2.417, 2.199, 2120, 2.121, 2.122, 2.123, 2.125, 
2.127, 2.134, 2.146 and 3.41, as set forth below. Additions are 
indicated by arrows and deletions by brackets. 





Marcu 21, 2000 


Part 2—Rules Of Practice In Trademark Cases 


1. The authority citation for Part 2 continues to read as 
follows: 

Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 

la. Section 2.76 is proposed to be amended by revising 
paragraphs (a), (g), and (h) to read as follows: 


§ 2.76 Amendment to allege use. 


(a) An application under section 1(b) of the Act may be 
amended to allege use of the mark in commerce under section 
l(c) of the Act at any time between the filing of the application 
and the date the examiner approves the mark for publication 
{or the date of expiration of the six-month response period 
after issuance of a final action]. Thereafter, an allegation of 
use may be submitted only as a statement of use under § 2.88 
after the issuance of a notice of allowance under section 13(b)(2) 
of the Act. If an amendment to allege use is filed outside the 
time period specified in this paragraph, it will be returned to 
the applicant. 


(g) Ifthe amendment to allege use is filed within the permitted 
time period but does not meet the minimum requirements speci- 
fied in paragraph (e) of this section, applicant will be notified 
of the deficiency. The deficiency may be corrected provided 
the mark has not been approved for publication [or the six- 
month response period after issuance of a final action has not 
expired]. If an acceptable amendment to correct the deficiency 
is not filed prior to approval of the mark for publication [or 
prior to the expiration of the six-month response period after 
issuance of a final action], the amendment will not be examined. 

(h) An amendment to allege use may be withdrawn for any 
reason prior to approval of a mark for publication [or expiration 
of the six-month response period after issuance of a final 
action]. 

2. Section 2.85 is proposed to be amended by revising para- 
graph (e) to read as follows: 


§ 2.85 Classification schedules. 


26K OK 


(e) Where the amount of the fee received on filing an appeal 
in connection with an application or on an application for 
renewal [or in connection with a petition for cancellation] is 
sufficient for at least one class of goods or services but is 
less than the required amount because multiple classes in an 
application or registration are involved, the appeal or renewal 
application [or petition for cancellation] will not be refused on 
the ground that the amount of the fee was insufficient if the 
required additional amount of the fee is received in the Patent 
and Trademark Office within the time limit set forth in the 
notification of this defect by the Office, or if action is sought 
only for the number of classes equal to the number of fees 
submitted. 


3. Section 2.87 is proposed to be amended by revising para- 
graph (c) to read as follows: 


§ 2.87 Dividing an application. 


** 


(c) A request to divide an application may be filed at any 
time between the filing of the application and the date the 
Trademark Examining Attorney approves the mark for publica- 
tion or the date of expiration of the six-month response period 
after issuance of a final action; or during an opposition cor 
concurrent use or interference proceedingb, upon motion 
granted by the Trademark Trial and Appeal Board. Addition- 
ally, a request to divide an application under section 1(b) of 
the Act may be filed with a statement of use under symbol 39 


f § 2.88 or at any time between the filing of a statement of 
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use and the date the Trademark Examining Attorney approves 
the mark for registration or the date of expiration of the six- 
month response period after issuance of a final action. 


RK 


4. Section 2.101 is proposed to be amended by revising 
paragraph (d)(1) to read as follows: 


§ 2.101 Filing an opposition. 


KKK 


(d)(1) The opposition must be accompanied by the required 
fee for each party joined as opposer for each class in the 
application for which registration is opposed (see § 
c2.6(a)(17)b [2.6(1)]. If no fee, or a fee insufficient to pay 
for one person to oppose the registration of a mark in at least 
one class, is submitted within thirty days after publication of 
the mark to be opposed or within an extension of time for filing 
an opposition, the opposition will not be refused if the required 
fee(s) is submitted to the Patent and Trademark Office within 
the time limit set in the notification cf this defect by the Office. 


sk 


5. Section 2.102 is proposed to be amended by revising para- 
graph (d) to read as follows: 


§ 2.102 Extension of time for filing an opposition. 


KKKKK 


(d) Every request to extend the time for filing a notice of 
opposition should be submitted in triplicate [(original plus two 
copies)]. 

6. Section 2.111 is proposed to be amended by revising 
paragraphs (b) and (c)(1) to read as follows: 


§ 2.111 Filing petition for cancellation. 


KKK 


(b) Any entity which believes that it is or will be damaged 
by a registration may file a petition, which should be addressed 
to the Trademark Trial and Appeal Board, to cancel the registra- 
tion in whole or in part. The petition need not be verified, and 
may be signed by the petitioner or the petitioner’s attorney or 
other authorized representative. The petition may be filed at any 
time in the case of registrations on the Supplemental Register or 
under the Act of 1920, or registrations under the Act of 1881 
or the Act of 1905 which have not been published under section 
12(c) of the Act, or on any ground specified in section 14c(3)k 
[(c)] or c(5)b [(e)] of the Act. In all other cases the petition 
and the required fee must e filed within five years from the 
date of registration of the mark under the Act or from the date 
of publication under section 12(c) of the Act. 

(c)(1) The petition must be accompanied by the required fee 
for each class in the registration for which cancellation is sought 
(see §[§] c2.6(a)(16)b [2.6(1) and 2.85(e)]). If the fees sub- 
mitted are insufficient for a cancellation against all of the classes 
in the registration, and the particular class or classes against 
which the cancellation is filed are not specified, the Office will 
issue a written notice allowing petitioner until a set time in 
which to submit the required fees(s) (provided that the five- 
year period, if applicable, has not expired) or to specify the 
class or classes sought to be cancelled. If the required fee(s) 
is not submitted, or the specification made, within the time set 
in the notice, the cancellation will be presumed to be against 
the class or classes in ascending order, beginning with the 
lowest numbered class, and including the number of classes in 
the registration for which the fees submitted are sufficient to 
pay the fee due for each class. 


KK KKK 


7. Section 2.117 is proposed to be amended by revising 
paragraphs (a) and (b) to read as follows: 
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(a) Whenever it shall come to the attention of the Trademark 
Trial and Appeal Board that ca party orb parties to a pending 
case are engaged in a civil action cor a Board proceedingb 
which may chave a bearing onb [be dispositive of] the case, 
proceedings before the Board may be suspended until termina- 
tion of the civil action. 

(b) Whenever there is pending cbefore the Board both a 
motion to suspend andb [, at the time when the question of 
the suspension of proceedings is raised,] a motion which is 
potentially dispositive of the case, the cpotentially disposi- 
tiveb motion may be decided before the question of suspension 
is considered cregardless of the order in which the motions 
were filedb. 


28 KG 


8. Section 2.119 is proposed to be amended by revising 
paragraph (d) to read as follows: 


§ 2.119 Service and signing of papers. 


KK 


(d) If a party to an inter partes proceeding is not domiciled 
in the United States and is not represented by an attorney or 
other authorized representative located in the United States, 
the party must designate by written document filed in the Patent 
and Trademark Office the name and address of a person resident 
in the United States on whom may be served notices or process 
in the proceeding. In such cases, official communications of the 
Patent and Trademark Office will be addressed to the domestic 
representative unless the proceeding is being prosecuted by an 
attorney at law or other qualified person duly authorized under § 
10.14(c) of this subchapter. The mere designation of a domestic 
representative does not authorize the person designated to pros- 
ecute the proceeding unless qualified under § 10.14(a), or quali- 
fied under [paragraph (b) or (c) of] § 10.14c(b)b and 
authorized under § 2.17(b). 


ARK 


9. Section 2.120 is proposed to be amended by redesignating 
current paragraphs (e) and (h) as (e)(1) and (h)(2), respectively; 
adding new paragraphs (e)(2), (h)(1), and (h)(3); and revising 
paragraphs (a), (d), and (g)(1) and redesignated paragraphs 
(e)(1) and (h)(2) to read as follows: 


§ 2.120 Discovery. 


(a) In general. cWherever appropriate, theb [The] provis- 
ions of the Federal Rules of Civil Procedure relating to dis- 
covery shall apply in opposition, cancellation, interference and 
concurrent use registration proceedings except as otherwise 
provided in this section. cThe provisions of the Federal Rules 
of Civil Procedure relating to automatic disclosure, scheduling 
conferences, conferences to discuss settlement and to develop 
a discovery plan, and transmission to the court of a written 
report outlining the discovery plan, are not applicable to Board 
proceedings. bThe Trademark Trial and Appeal Board will 
specify the copening andb closing datecsb for the taking 
of discovery. cThe discovery period will be set for a period 
of 180 days. Interrogatories, requests for production of docu- 
ments and things, and requests for admission must be served 
in sufficient time that responses will fall due prior to the close 
of the discovery period. Discovery depositions must be noticed 
and taken prior to the close of the discovery period. Extensions 
of the discovery period will be granted only upon stipulation 
of the parties approved by the Board. The parties may stipulate 
to a shortening of the discovery period. Responses to interroga- 
tories, requests for production of documents and things, and 
requests for admission must be served within 40 days from the 
date of service of such discovery requests. The time to respond 
may be extended upon stipulation of the parties, or upon motion 
showing extraordinary circumstances granted by the Board. 
The resetting of a party’s time to respond to an outstanding 
request for discovery will not result in the automatic resched- 
uling of the discovery and/or testimony periods; the discovery 
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period will be rescheduled only upon stipulation of the parties 
approved by the Board, and testimony periods will be resched- 
uled only upon stipulation of the parties approved by the Board, 
or upon motion showing extraordinary circumstances granted 
by the Board.b [The opening of discovery is governed by the 
Federal Rules of Civil Procedure. | 


* KK KK 


(d) Interrogatories; request for production. (1) The total 
number of written interrogatories which a party may serve upon 
another party pursuant to Rule 33 of the Federal Rules of Civil 
Procedure, in a proceeding, shall not exceed c25b [seventy- 
five], counting subparts, except [that the Trademark Trial and 
Appeal Board, in its discretion, may allow additional interroga- 
tories upon motion therefor showing good cause, or] upon 
stipulation of the parties. [A motion for leave to serve additional 
interrogatories must be filed and granted prior to the service 
of the proposed additional interrogatories; and must be accom- 
panied by a copy of the interrogatories, if any, which have 
already been served by the moving party, and by a copy of the 
interrogatories proposed to be served.] If a party upon which 
interrogatories have been served believes that the number of 
interrogatories served exceedcsb the limitation specified in 
this paragraph, and is not willing to waive this basis for objec- 
tion, the party shall, within the time for (and instead of) serving 
answers and specific objections to the interrogatories, serve a 
general objection on the ground of their excessive number. If 
the inquiring party, in turn, files a motion to compel discovery, 
the motion must be accompanied by a copy of the set(s) of 
interrogatories which together are said to exceed the limitation, 
and must otherwise comply with the requirements of paragraph 
(e) of this section. 

(2) cThe total number of requests for production of docu- 
ments and things which a party may serve upon another party 
pursuant to Rule 34 of the Federal Rules of Civil Procedure, 
in a proceeding, shall not exceed 15, counting subparts, except 
upon stipulation of the parties. If a party upon which requests 
for production of documents and things have been served 
believes that the number of requests served exceeds the limita- 
tion specified in this paragraph, and is not willing to waive 
this basis for objection, the party shall, within the time for 
(and instead of) serving answers and specific objections to 
the requests, serve a general objection on the ground of their 
excessive number. If the inquiring party, in turn, files a motion 
to compeldiscovery, the motion must be accompanied by a 
copy of the set(s) of requests which together are said to exceed 
the limitation, and must otherwise comply with the require- 
ments of paragraph (e) of this section. bThe production of 
documents and things under the provisions of Rule 34 of the 
Federal Rules of Civil Procedure will be made at the place 
where the documents and things are usually kept, or where the 
parties agree, or where and in the manner which the Trademark 
Trial and Appeai Board, upon motion, orders. 

(e) Motion for an order to compel discovery. c(\)b If a 
party fails to designate a person pursuant to Rule 30(b)(6) or 
Rule 31(a) of the Federal Rules of Civil Procedure, or if a 
party or such designated person, or an officer, director or man- 
aging agent of a party fails to attend a deposition or fails to 
answer any question propounded in a discovery deposition, or 
any interrogatory, or fails to produce and permit the inspection 
and copying of any document or thing, the party seeking dis- 
covery may file a motion before the Trade mark Trial and 
Appeal Board for an order to compel a designation, or atten- 
dance at a deposition, or an answer, or production and an 
opportunity to inspect and copy. cThe motion must be filed 
within 30 days after the close of the discovery period, as origi- 
nally set or as reset.b The motion shall include a copy of the 
request for designation or of the relevant portion of the dis- 
covery deposition; or a copy of the interrogatory with any 
answer or objection that was made; or a copy of the request 
for production, any proffer of production or objection to produc- 
tion in response to the request, and a list and brief description 
of the documents or things that were not produced for inspection 
and the documents or things that were not produced for inspec- 
tion and copying. The motion must be supported by a written 
statement from the moving party that such party or the attorney 
therefor has made a good faith effort, by conference or corre- 
spondence, to resolve with the other party or the attorney 
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therefor the issues presented in the motion and has been unable 
to reach agreement. If issues raised in the motion are subse- 
quently resolved by agreement of the parties, the moving party 
should inform the Board in writing of the issues in the motion 
which no longer require adjudication. 

c(2) When a party files a motion for an order to compel 
discovery, the case will be suspended by the Trademark Trial 
and Appeal Board with respect to all matters not germane to 
the motion, and no party should file any paper which is not 
germane to the motion, except as otherwise specified in the 
Board’s suspension order. The filing of a motion to compel 
shall not toll the time for a party to respond to any outstanding 
discovery requests or to appear for any noticed discovery depo- 
sition.b 


sok KK 


(g) Sanctions. (1) If a party fails to comply with an order 
of the Trademark Trial and Appeal Board relating to discovery, 
including a protective order, the Board may make any appro- 
priate order, including any of the orders provided in Ruie 
37(b)(2) of the Federal Rules of Civil Procedure, except that 
the Board [does not have authority to] cwill notb hold any 
person in contempt or [to] award any expenses to any party. 
The Board may impose against a party any of the sanctions 
provided by this subsection in the event that said party or any 
attorney, agent, or designated witness of that party fails to 
comply with a protective order made pursuant to Rule 26(c) 
of the Federal Rules of Civil Procedure. 


KKK 


(h) Requestcsb for admission[s]. c(\)b [Requests for 
admissions shall be governed by Rule 36 of the Federal Rules 
of Civil Procedure except that the Trademark Trial and Appeal 
Board does not have authority to award any expenses to any 
party.] cThe total number of requests for admission which a 
party may serve upon another party, pursuant to Rule 36 of 
the Federal Rules of Civil Procedure, in a proceeding, shall 
not exceed 25, counting subparts, except upon stipulation of 
the parties. If a party upon which requests for admission have 
been served believes that the number of requests served exceeds 
the limitation specified in this paragraph, and is not willing to 
waive this basis for objection, the party shall, within the time 
for (and instead of) serving answers and specific objections to 
the requests, serve a general objection on the ground of their 
excessive number. If the inquiring party, in turn, files a motion 
to determine the sufficiency of the objection, the motion must 
be accompanied by a copy of the set(s) of requests for admission 
which together are said to exceed the limitation, and must 
otherwise comply with the requirements of paragraph (h)(2) 
of this section. 

(2) Any b [A] motion by a party to determine the sufficiency 
of an answer or objection to a request made by that party for 
an admission cmust be filed within 30 days after the close of 
the discovery period, as originally set or as reset. The motionb 
shall include a copy of the request for admission and any 
exhibits thereto and of the answer or objection. The motion 
must be supported by a written statement from the moving 
party that such party or the attorney therefor has made a good 
faith effort, by conference or correspondence, to resolve with 
the other party or the attorney therefor the issues presented in 
the motion and has been unable to reach agreement. If issues 
raised in the motion are subsequently resolved by agreement 
of the parties, the moving party should inform the Board in 
writing of the issues in the motion which no longer require 
adjudication. 

c(3) When a party files a motion to determine the sufficiency 
of an answer or objection to a request made by that party for 
an admission, the case will be suspended by the Trademark 
Trial and Appeal Board with respect to all matters not germane 
to the motion, and no party should file any paper which is not 
germane to the motion, except as otherwise specified in the 
Board’s suspension order. The filing of a motion to determine 
the sufficiency of an answer or objection to a request for admis- 
sion shall not toll the time for a party to respond to any out- 
standing discovery requests or to appear for any noticed 
discovery deposition.b 
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10. Section 2.121 is proposed to be amended by revising 
paragraphs (a)(1), (c) and (d) to read as follows: 


§ 2.121 Assignment of times for taking testimony. 


(a)(1) The Trademark Trial and Appeal Board will issue a 
trial order assigning to each party the time for taking testimony. 
No testimony shall be taken except during the times assigned, 
unless by stipulation of the parties approved by the Board, or, 
upon motion, by order of the Board. Testimony periods may 
be rescheduled by stipulation of the parties approved by the 
Board, or upon motion cshowing extraordinary circum- 
stancesb granted by the Board; cif such a motion is denied, 
the testimony periods will remain as setb [, or by order of the 
Board]. The resetting of the closing date for discovery will 
result in the rescheduling of the testimony periods without 
action by any party. [The resetting of a party’s time to respond 
to an outstanding request for discovery will not result in the 
automatic rescheduling of the discovery and/or testimony 
periods; such dates will be rescheduled only upon stipulation 
of the parties approved by the Board, or upon motion granted 
by the Board, or by order of the Board.] 


KKK 


(c) A testimony period which is solely for rebuttal will be 
set for c30b [fifteen] days. All other testimony periods will 
be set for c60b [thirty] days. The periods may be extended 
by stipulation of the parties approved by the Trademark Trial 
and Appeal Board, or upon motion cshowing extraordinary 
circumstancesb granted by the Board; cif such a motion is 
denied, the testimony periods will remain as setb [, or by order 
of the Board]. 

(d) When parties stipulate to the rescheduling of testimony 
periods or to the rescheduling of the closing date for discovery 
and the rescheduling of testimony periods, a stipulation pre- 
sented in the form used in a trial order, signed by the parties, 
or a motion in said form signed by one party and including a 
statement that every other party has agreed thereto, and sub- 
mitted cin a number of copies equal to the number of parties 
to the proceeding plus one copy for the Boardb [in one original 
plus as many photocopies as there are parties], will, if approved, 
be so stamped, signed, and dated, and ca copyb [the copies] 
will be promptly returned to ceach ofb the parties. 

11. Section 2.122 is proposed to be amended by revising 
paragraphs (b)(1) and (d)(1) to read as follows: 


§ 2.122 Matters in evidence. 


KH KK 


(b) Application files. (1) The file of each application or 
registration specified in a cnoticeb [declaration] of interfer- 
ence, of each application or registration specified in the notice 
of a concurrent use registration proceeding, of the application 
against which a notice of opposition is filed, or of each registra- 
tion against which a petition or counterclaim for cancellation 
is filed forms part of the record of the proceeding without any 
action by the parties and reference may be made to the file for 
any relevant and competent purpose. 


KKK 


(d) Registrations. (1) A registration of the opposer or peti- 
tioner pleaded in an opposition or petition to cancel will be 
received in evidence and made part of the record if the opposi- 
tion or petition is accompanied by two copies of the registration 
prepared and issued by the Patent and Trademark Office 
showing both the current status of and current title to the 
registration. For the cost of a copy of a registration showing 
status and title, see c§ 2.6(b)(4)b [§ 2.6(n)]. 


2K 


12. Section 2.123 is proposed to be amended by revising 
paragraphs (b) and (f) as follows: 
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§ 2.123 Trial testimony in inter partes cases. 


38 AG 


(b) Stipulations. If the parties so stipulate in writing, deposi- 
tions may be taken before any person authorized to administer 
oaths, at any place, upon any notice, and in any manner, and 
when so taken may be used like other depositions. By cwrit- 
tenb agreement of the parties, the testimony of any witness 
or witnesses of any party, may be submitted in the form of an 
affidavit by such witness or witnesses. The parties may stipulate 
cin writingb what a particular witness would testify to if 
called, or the facts in the case of any party may be stipulated 
cin writingb. 


ORK 


(f) Certification and filing cof depositionb [by officer]. 
The officer shall annex to the deposition his certificate showing: 

(1) Due administration of the oath by the officer to the 
witness before the commencement of his deposition; 

(2) The name of the person by whom the deposition was 
taken down, and whether, if not taken down by the officer, it 
was taken down in his presence; 

(3) The presence or absence of the adverse party; 

(4) The place, day, and hour of commencing and taking the 
deposition; 

(5) The fact that the officer was not disqualified as specified 
in Rule 28 of the Federal Rules of Civil Procedure. 

If any of the foregoing requirements are waived, the certifi- 
cate shall so state. The officer shall sign the certificate and 
affix thereto his seal of office, if he has such a seal. Unless 
waived on the record by an agreement, he shall then [, without 
delay,] securely seal in an envelope all the evidence, notices, 
and paper exhibits, inscribe upon the envelope a certificate 
giving the number and title of the case, the name of each 
witness, and the date of sealingc. The officer or the party taking 
the deposition, or its attorney or other authorized representative, 
shall thenb [,] address the package, and forward the same to 
the Commissioner of Patents and Trademarks. If the weight or 
bulk of an exhibit shall exclude it from the envelope, it shall, 
unless waived on the record by agreement of all parties, be 
authenticated by the officer and transmitted cby the officer or 
the party taking the deposition, or its attorney or other author- 
ized representativeb in a separate package marked and 
addressed as provided in this section. 


KAKA 


13. Section 2.125 is proposed to be amended by revising 
paragraph (c) to read as follows: 


§ 2.125 Filing and service of testimony. 


KK A 


(c) One certified transcript and exhibits shall be filed 
[promptly] with the Trademark Trial and Appeal Board. Notice 
of such filing shall be served on each adverse party and a copy 
of each notice shall be filed with the Board. 


KKK KA 


14. Section 2.127 is proposed to be amended by revising 
paragraphs (a), (b), (d), (e)(1) and (f) to read as follows: 


§ 2.127 Motions. 


(a) Every motion shall be made in writing, shall contain a 
full statement of the grounds, and shall embody or be accompa- 
nied by a brief. cExcept as provided in paragraph (e)(1) of 
this section ab [A] brief in response to a motion shall be filed 
within c30b [fifteen] days from the date of service of the 
motion unless another time is specified by the Trademark Trial 
and Appeal Board or the time is extended by cstipulation of 
the parties approved by the Board, or upon motion showing 
extraordinary circumstances granted by the Board; if such a 
motion for an extension is denied, the time for responding to 
the motion remains as specified under this sectionb [order of 
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the Board on motion for good cause]. cExcept as provided in 
paragraph (e)(1) of this section, a reply brief, if filed, shall be 
filed within 15 days from the date of service of the brief in 
response to the motion. The time for filing a reply brief will 
not be extended. No further papers in support of or in opposition 
to a motion will be considered by the Board. Briefs shall be 
submitted in typewritten or printed form, double spaced, in at 
least pica or eleven-point type, on letter-size paper. The brief 
in support of the motion and the brief in response to the motion 
shall not exceed 25 pages in length; and a reply brief shall not 
exceed 10 pages in length. Exhibits submitted in support of or 
in Opposition to the motion shall not be deemed to be part of 
the brief for purposes of determining the length of the brief. 
When a party fails to file a brief in response to a motion, the 
Board may treat the motion as conceded. An oral hearing will 
not be held on a motion except on order by the Board. 

(b) Any request for reconsideration or modification of an 
order or decision issued on a motion must be filed within cone 
monthb [thirty days] from the date thereof. A brief in response 
must be filed within clSb [fifteen] days from the date of 
service of the request. 


KK KK 


(d) When any party files a motion to dismiss, or a motion 
for judgment on the pleadings, or a motion for summary judg- 
ment, or any other motion which is potentially dispositive of 
a proceeding, the case will be suspended by the Trademark 
Trial and Appeal Board with respect to all matters not germane 
to the motion and no party should file any paper which is not 
germane to the motion cexcept as otherwise specified in the 
Board’s suspension order. The filing of a summary judgment 
motion shall not toll the time for the moving party to respond 
to any outstanding discovery requests or to appear for any 
noticed discovery deposition, but it shall toll the time for the 
nonmoving party to serve such responses or to appear for such 
depositionb. If the case is not disposed of as a result of the 
motion, proceedings will be resumed pursuant to an order of 
the Board when the motion is decided. 

(e)(1) cA motion for summary judgment may not be filed 
until notification of the proceeding has been sent to the parties 
by the Trademark Trial and Appeal Board.b A motion for 
summary judgmentc, if filed,b should be filed prior to the 
commencement of the first testimony period, as originally set 
or as reset, and the Board, in its discretion, may deny as untimely 
any motion for summary judgment filed thereafter. cA motion 
under Rule 56(f) of the Federal Rules of Civil Procedure, if 
filed in response to a motion for summary judgment, shall be 
filed within 30 days from the date of service of the summary 
judgment motion. The time for filing a motion under Rule 56(f) 
will not be extended. If no motion under Rule 56(f) is filed, a 
brief in response to the motion for summary judgment shall 
be filed within 60 days from the date of service of the motion 
unless the time is extended by stipulation of the parties approved 
by the Board, or upon motion showing extraordinary circum- 
stances granted by the Board; if such a motion for an extension 
is denied, the time for responding to the motion for summary 
judgment remains as specified under this section. A reply brief, 
if filed, shall be filed within 30 days from the date of service 
of the brief in response to the motion. The time for filing a 
reply brief will not be extended. No further papers in support 
of or in opposition to a motion for summary judgment will be 
considered by the Board.b 


KAKA 


(f) The Board [does not have authority to] cwill notb hold 
any person in contempt, or [to] award attorneys’ fees or other 
expenses to any party. 


15. Section 2.134 is proposed to be amended by revising 
paragraph (a) to read as follows: 


§ 2.134 Surrender or voluntary cancellation of registra- 
tion. 


(a) After the commencement of a cancellation proceeding, 
if the respondent applies for cancellation of the involved regis- 
tration under section c7(e)b [7(d)] of the Act of 1946 without 
the written consent of every adverse party to the proceeding, 
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judgment shall be entered against the respondent. The written 
consent of an adverse party may be signed by the adverse 
party or by the adverse party’s attorney or other authorized 
representative. 


16. Section 2.146 is proposed to be amended by revising 
paragraph (e)(1) to read as follows: 


§ 2.146 Petitions to the Commissioner. 


KK 


(e)(1) A petition from the cgrant orb denial of a request 
for an extension of time to file a notice of opposition shall be 
filed within fifteen days from the date of mailing of the cgrant 
orb denial of the requestc. A petition from the grant of a 
requestb [and] shall be served on the cattorney or other author- 
ized representative of the potential opposer, if any, or on the 
potential opposer. A petition from the denial of a request shall 
be served on theb attorney or other authorized representative 
of the applicant, if any, or on the applicant. Proof of service 
of the petition shall be made as provided by § 2.119(a). The 
cpotential opposer orb the applicantc, as the case may be,b 
may file a response within fifteen days from the date of service 
of the petition and shall serve a copy of the response on the 
petitioner, with proof of service as provided by § 2.119(a). No 
further paper relating to the petition shall be filed. 


* eK KK 


Part 3—Assignment, Recording And Rights Of Assignee 


17. The authority citation for Part 3 continues to read as 
follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6.17a.Section 3.41 is 
proposed to be revised to read as follows: 


§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this chapter for patents and in c§ 2.6(b)(6)b [§ 
2.6(q)] of this chapter for trademarks. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1199 TMOG 88] 


May 30, 1997 


(229) Pilot Project on Telephone Disposition of 
Interlocutory Matters in Inter Partes Cases Before 
the Trademark Trial and Appeal Board 


The Trademark Trial and Appeal Board is inaugurating, with 
this notice, a pilot project in which a group of three of its 
staff attorneys will hear arguments on, and dispose of, pending 
interlocutory motions and related matters by telephone. The 
pilot project will last six months or until the Board has collected 
enough data to decide whether the expanded use of the tele- 
phone is an effective means for managing TTAB cases. 


In 1997, the Patent and Trademark Office published a notice 
of proposed rulemaking. Many of the proposed rules were 
intended to stem perceived abuses of the existing rules, to 
promote more expeditious prosecution and defense of cases, 
and to help reduce the Board’s backlog of pending motions 
and cases ready for final decision. The PTO solicited written 
comments on the various proposals and held a public hearing 
to receive oral comments. A number of responses from attor- 
neys and professional organizations suggested that the Board 
make increased use of the telephone to both hear arguments 
on interlocutory matters and dispose of pending motions. 
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Trademark Rule 2.120(i) already provides for telephone con- 
ferences on motions, but that provision is part of the Board’s 
rule on discovery and, therefore, might be viewed as limiting 
telephone conferences to matters related to discovery. This 
notice discusses broader use of telephone conferences and stan- 
dardizes practice. 


Though there will be no strict limits on the types of matters 
which can be handled through telephone conferences, partici- 
pating Board attorneys will retain discretion to decide whether 
any particular matter can be heard or disposed of by telephone. 
A decision may even be made during a telephone conference 
to adjourn the conference and require submission of written 
briefs, if it appears during the conference that its continuation 
is not practicable. On the other hand, a conference arranged 
for consideration of a particular motion will not necessarily be 
limited to that motion and may be expanded to consider collat- 
eral matters which arise during the conference. 


Patent and Trademark Rule 1.2 (37 CFR §1.2), which 
requires all business with the PTO be transacted in writing, 
and Trademark Rule 2.1 19(b) (37 CFR §2.119(b)), which speci- 
fies the acceptable methods for forwarding service copies of 
papers filed with the Board, are waived for cases within the 
pilot project. Participating Board attorneys, however, retain the 
option of requiring written submissions and service of copies 
of written submissions, as necessary. 


Participation in the pilot project is not elective for parties 
or their attorneys. [In the remainder of this notice, any reference 
to the “parties” to a Board case includes attorneys representing 
parties to a Board case.] Any opposition or cancellation pro- 
ceeding that is on the docket of one of the participating Board 
attorneys will be included in the project, whether the case is 
already in existence when the pilot project begins or is instituted 
after the project begins. Participating Board attorneys will be 
Linda McLeod, Gerard Rogers, and Jyll Smith. 


To alert parties that a newly instituted case is covered by 
the project, the Board will include an appropriate notice with 
the notice of institution, i.e., the notice setting the defendant’s 
time to file an answer or other response to the plaintiff's com- 
plaint. The notice will also include the name and telephone 
number of the Board attorney responsible for the case. No 
special notice will be mailed to parties for covered cases already 
in existence when the pilot project begins. When, however, 
the Board must issue an order for any such case after the 
commencement of the project, the order may include a reference 
to commencement of the pilot project and how to obtain a copy 
of this announcement. 


When the Board consolidates pilot project and non-pilot 
project cases, the consolidation order will inform the parties 
whether the consolidated cases will be within the ambit of the 
project. Generally, if the parent case, i.e., the first-filed of the 
consolidated cases, was already within the pilot project, then 
the consolidated cases will all be within the pilot project. 


Included below are discussions of (1) illustrative, non-exclu- 
sive examples of interlocutory matters which are or are not 
suitable for telephone conferences; (2) how a telephone confer- 
ence may be initiated (e.g., by the Board attorney or by a party); 
and (3) the mechanics of participation and issuance of rulings. 


The Board’s Chief Administrative Trademark Judge or Board 
attorneys participating in the pilot project periodically will seek 
comments on the merits of the project from bar groups or 
other organizations representing the interests of parties in Board 
cases, from the Public Advisory Committee for Trademark 
Affairs, and from parties in project cases. Comments received 
during the pendency of the project may result in interim changes 
to the provisions set forth below. 


I. SUITABILITY OF VARIOUS INTERLOCUTORY 
MATTERS FOR TELEPHONE CONFERENCING OR 
TELEPHONE DISPOSITION 


The Board will neither insist that certain types of motions 
always be decided by telephone conference nor automatically 
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preclude particular matters from being considered by telephone; 
however, the Board will not decide by telephone conference 
any motion which, if granted, would be dispositive of the 
proceeding. 


Many motions, whether in the pleading phase, discovery 
phase or trial phase of a Board case, will be suitable for tele- 
phone conferencing. Examples include: 


¢ a dispute about whether a set of interrogatories is within 
the Board’s limit; 


© most motions to extend or suspend; 

© a motion to compel attendance of a witness at a discovery 
deposition; 

¢ a motion to quash a notice of deposition; and 

© a motion to compel which focuses narrowly on a small 
number of specific interrogatories or document requests. 


In addition, parties might wish to consider requesting a con- 
ference, or the Board may initiate a conference, for interlocutory 
matters which do not involve motions but where the parties 
might benefit from a better understanding of Board practice. 
For example: 


e Parties sometimes wrongly assume that the party which 
serves discovery first in a Board case is entitled to obtain 
responses first; these disputes regarding a supposed “right of 
priority” to obtain discovery would be particularly suited to 
resolution by telephone conference. 


e Where a significant number of specific discovery requests 
are in dispute and the Board finds it impractical to decide a 
motion to compel or a motion for protective order by telephone 
conference, the parties still might find it helpful to participate 
in a conference focusing more generally on the areas of permis- 
sible discovery. 


e Misunderstandings as to Board practice sometimes threaten 
to derail a discovery deposition. A telephone conference may 
be used to clarify Board practice when problematic issues arise 
during the taking of a discovery or testimony deposition and 
threaten its progress or completion. 


Although many types of motions will be suitable for resolu- 
tion by telephone conference, certain motions will not. A motion 
which is potentially dispositive, i.e., a motion which, if granted, 
would dispose of a Board proceeding, cannot be decided by a 
Board attorney. See 37 CFR §2.127(c). Consideration of such 
a motion by telephone conference would require participation 
of a panel of three Board judges, which is not contemplated 
by this pilot project. Accordingly, potentially dispositive 
motions will not be considered in telephone conferences. Exam- 
ples of potentially dispositive motions which will not be consid- 
ered include the following: 


e a motion for entry of default judgment 

[however, a motion by a defendant to accept a late answer 
or to reopen the time for answering would be suitable for a 
telephone conference]; 


© a motion to dismiss under Federal Rule 12(b)(6); 


¢ a motion for judgment on the pleadings under Federal Rule 
12(c); 


® a motion for summary judgment 

[however, a motion to strike a motion for summary judgment 
as untimely could be considered in a telephone conference]; 
and 


¢ a motion for entry of judgment against a plaintiff for failure 
to prosecute, under Trademark Rule 2.132. 


Certain motions require review of large written records and, 
therefore, are not suitable for resolution by telephone confer- 
ence. For example: 


e A motion to compel involving a significant number of 
disputed discovery requests may require the Board attorney 
handling the case to sift through discovery requests, responses, 
and the parties’ arguments on the sufficiency of the responses. 


OFFICIAL GAZETTE 


Marcu 21, 2000 


[However, a motion to compel always must include a 
showing that the parties have made a good faith attempt to 
resolve their discovery dispute prior to the filing of the motion, 
see 37 CFR §2.120(e), and the Board may very well hold a 
telephone conference on this threshold issue. ] 


II. INITIATION AND PARTICIPATION 


Use of the telephone conference procedure is discretionary 
with the Board. The Board may schedule a conference (1) 
following the Board’s granting of a party’s request for a confer- 
ence, or (2) following the Board’s approval of a stipulation of 
the parties to participate in a conference, or (3) upon the Board’s 
own initiative. Procedures for framing the issues for the confer- 
ence and convening the conference will vary, depending on 
how the telephone conference is initiated and, if initiated by 
a party for the purpose of deciding a motion, whether the party 
is a movant or non-movant. 


Contacting the Appropriate Board Attorney 


If a party wishes to request a telephone conference, or if the 
parties wish to stipulate to convening of a conference, the 
party or parties must contact the appropriate Board attorney 
by telephone or fax. If a request made by fax is not acknowl- 
edged by a Board attorney, the party or parties will need to 
follow up with a telephone call to confirm receipt of the fax. 
Initial contact will be limited to a simple statement of the nature 
of the issues proposed to be decided by telephone conference, 
with no discussion of the merits of any issues. 


During initial telephone contact, the Board attorney will 
decide whether any party must file a motion or brief to frame 
the issues for the conference and will issue instructions for the 
filling and service of copies of such motions or briefs. If all 
parties to a case make a joint request, by telephone rather 
than fax, for a conference, they should not expect to have the 
conference begin on initial contact. 


Denial of a request for a telephone conference is without 
prejudice to the merits of the motion or other matter sought to 
be heard by telephone. If a request is denied, the Board attorney 
will provide instructions to the party or parties regarding 
requirements for filing of necessary motions or briefs. 


Time for Requesting Conference 


A party that intends to file a motion may request a telephone 
conference before it files the motion. A party that has been 
served with a written motion may request a telephone confer- 
ence to dispose of the motion, but that party must contact the 
Board attorney soon after it receives the service copy of the 
motion. A party will not be able to request a telephone confer- 
ence at or near the end of its time for responding to a motion, 
so as to avoid or delay responding to the motion. 


A party that files and serves a written motion without first 
requesting a telephone conference should have no need to later 
request a conference on that motion, absent special circum- 
stances. For example, if a party’s motion results in a cross- 
motion and the party that filed the initial motion then wishes 
to request a telephone conference, it may do so. 


Responsibility for Arranging Conference 


When the Board grants a party’s request for a telephone 
conference, the party has the responsibility for scheduling it 
for a time agreeable to all parties and the Board attorney. The 
party must arrange the conference call. 


When parties stipulate to a telephone conference, they should 
also decide which of them will arrange the conference, if the 
stipulation is approved. 


Initiation by the Board 


Upon review of a case file or a motion pending in a case file, 
the reviewing Board attorney may determine that a telephone 
conference is appropriate. In such a case, the Board attorney 
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will contact the parties to arrange an appropriate time for the 
conference. If the conference is being arranged to decide a 
pending motion, and the non-moving party has not yet filed a 
response, the Board will inform the non-moving party that it 
should be prepared to make an oral response to the motion 
during the telephone conference. Any other instructions 
regarding filing of briefs or serving of copies will be provided. 
The Board will arrange any conference call it initiates. 


Ill. CONDUCT OF CONFERENCE AND 
ISSUANCE OF RULINGS 


Participation 

When a written motion is filed and a telephone conference 
is scheduled, either on request of the non-movant or on the 
Board’s initiative, the subject motion may be denied with preju- 


dice if the party that filed the motion fails to participate in the 
telephone conference. 


When the Board grants a moving party’s request for a tele- 
phone conference on a motion, failure of the non-movant to 
participate may result in the motion being treated as conceded. 
See 37 CFR §2.127(a). 


The Board retains the discretion to reconsider the grant or 
denial of a motion that results from a party’s failure to partici- 
pate. 


Conduct of Conference 





As a general rule, the telephone conference will be limited 
to the issues defined by the Board prior to, or at the commence- 
ment of, the conference. There may be instances in which the 
Board attorney determines, during a telephone conference, that 
the motion or matter in issue should be decided on a written 
record. In such cases, the Board attorney may halt the telephone 
conference and direct the filing of a motion, or response to a 
motion, or both. 


Parties must conduct themselves with appropriate decorum. 
Interruptions are to be avoided. The Board attorney conducting 
the conference generally will signal that a party may make an 
argument or presentation by inviting the party to do so or by 
inviting a response to an argument or presentation made by 
another. 


The Board will not record the contents of a telephone confer- 
ence, stenographically or by audio tape. Participating parties are 
not permitted to record the contents of a telephone conference. 


Issuance of Rulings 


The Board attorney may make rulings at the conclusion of 
a telephone conference or may take the parties’ arguments 
under advisement. In every instance, after the resolution of a 
motion or matter by telephone conference, the Board attorney 
will issue a written order containing all rulings. In most 
instances, the Board’s written order will consist of only a brief 
summary of the issues and the resulting decision; generally, 
the order will not include a recitation of the parties’ arguments. 
The decision will be forwarded to the parties by fax or mail. 


Neither the filing, under 37 CFR §2.127(b), of a request for 
reconsideration or modification of a decision on a motion or 
matter decided after a telephone conference, nor the filing, 
under 37 CFR §2.146(e)(2), of a petition to the Commissioner, 
will, in the usual case, result in a stay of proceedings. Any 
discovery, trial dates or other deadlines set by the Board will 
ordinarily remain as set, notwithstanding the request for recon- 
sideration or petition. The Board may, however, reset dates, 
as appropriate, if a request for reconsideration is granted or if 
a petition to the Commissioner is granted. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 20, 1998 
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(230) Department of Commerce 


Patent and Trademark Office 


37 CFR Part 2 
[Docket No. 960621181-6181-01] 
RIN 0651-AA89 


Elimination of Requirement for Proof of Service 
in Consented Requests for Extensions of Time 
to File a Notice of Opposition 


Agency: Patent and Trademark Office, Commerce. 
Action: Final Rule 


Summary: This rule deletes the requirement for proof of service 
when a request for an extension of time to oppose registration 
of a trademark is based upon a statement that applicant has 
consented to the request. This rule will simplify opposition 
proceedings by eliminating an unnecessary requirement. 


Effective Date: July 15, 1996. This rule will be applicable to 
all relevant correspondence filed with the Office on or after 
the effective date. 


For Further Information Contact: David Sams by telephone 
at (703) 308-9330, by facsimile transmission at (703) 308- 
9333, or by mail marked to his attention and addressed to the 
Assistant Commissioner for Trademarks, Box TTAB, 2900 
Crystal Drive, Arlington, Virginia 22202-3513. 


Supplementary Information: Section 2.102(c)(2), which pro- 
vides for an extension of time for filing an opposition under 
37 CFR Part 2, is revised to delete the requirement that proof 
of service be included in consented extension requests. This 
change permits potential opposers to request an extension of 
time to oppose aggregating more than 120 days from the date 
of publication based on a written statement that the applicant 
or its authorized representative has consented to the request. 
The Office believes that the requirement for proof of service 
is unnecessary when the applicant has assertedly consented to 
the filing of the extension request. The Trademark Trial and 
Appeal Board sends a copy of the request together with the 
Board’s action thereon to the applicant, which may file a request 
for reconsideration of the Board’s action if necessary. 

The Patent and Trademark Office has determined that this 
revision is procedural and remedial in nature, and this revision 
is therefore being published as a final rule. 5 U.S.C. 
553(b)(3)(A) & (B). This rule is not a significant rule for the 
purposes of Executive Order 12866. No notice of proposed 
rulemaking is required for this rule under 5 U.S.C. 553 or any 
other law, so a regulatory flexibility analysis is not required 
and has not been prepared. 5 U.S.C. 603(a). 


List of Subjects in 37 CFR Part 2 


Administrative practice and procedure, Conflicts of interest, 
Courts, Inventions and patents, Lawyers. 

For the reasons set forth in the preamble, and pursuant to 
the authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, 
part 2 of title 37 of the Code of Federal Regulations is amended 
as set forth below: 


PART 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


1. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
2. Section 2.102(c)(2) is revised to read as follows: 

§ 2.102—Extension of time for filing an opposition. 
KEK 


(c) OK 
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(2) a written request by the potential opposer or its authorized 
representative stating that the applicant or its authorized repre- 
sentative has consented to the request, or 


KK 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


July 2, 1996 


[1189 TMOG 14] 


(231) Special Boxes And “Fee/No Fee” Indicators 
For Trademark-Related Mail And 
Guidelines For Filing Requests To 
Extend Time To Oppose With The 
Trademark Trial And Appeal Board (TTAB) 


On July 5, 1994, the Patent and Trademark Office opened 
a mailroom to receive mail related to trademark applications, 
registrations and matters before the Trademark Trial and Appeal 
Board at the following addresses: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


To facilitate mail-handling in the new mailroom, the special 
box designations have been expanded so that incoming mail 
can be presorted more efficiently. In addition to these box 
designations, filers are encouraged to indicate whether the con- 
tents of an envelope contain a “FEE” or “NO FEE.” As shown 
below, the “FEE” and “NO FEE” indicators should be set 
forth on the line below the box designation for easy visibility. 
Envelopes will be batched based on the “FEE/NO FEE” indi- 
cator and box designation and sent unopened to the appropriate 
employee in the Pre-exam area for processing. 

The “SPECIAL BOXES FOR MAIL” page in the Official 
Gazette will be changed. Please note that the “BOX 5” designa- 
tion for “‘No fee’ mail related to trademarks” has been discon- 
tinued. Furthermore, the box designation “Box Trademark 
Application” has been changed to “BOX NEW APP.” 

The following box designations and “FEE/NO FEE” indica- 
tors will now be available: 


BOX NEW 
APP FEE 


for any new trademark application. 
[All applications require fees; therefore a 
“NO FEE” indicator should not be used.] 


BOX ITU FEE for papers such as Statements of Use (SOU), 
and extensions requests therefor, to be filled 
with the Intent to Use (ITU) Unit. 

[All ITU papers require fees; therefore a 
“NO FEE” indicator should not be used.] 


for papers such as oppositions, cancellation 
petitions and ex parte appeals filed with the 
Trademark Trial and Appeal Board (TTAB). 


BOX TTAB 
FEE 


BOX TTAB 
NO FEE 


for TTAB papers with no fee, such as exten- 
sion requests, interferences and motions. 


BOX STATUS for written status inquiries. 
NO FEE [Status inquiries do not require a fee; there- 
fore a “FEE” indicator should not be used. ] 


BOX POST 
REG FEE 


for post registration documents such as Sec- 
tion 8 affidavits and Section 9 renewals. 


BOX 
RESPONSES 
NO FEE 


for responses to Examining Attorneys’ 
Office actions; and for responses to Post 
Registration Examiners’ rejections. 


For best results, these box designations and “FEE/NO FEE” 
indicators should appear on the envelope as well as on the 
cover sheet or first page of any document. However, although 
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not preferred procedure, filers may continue to include docu- 
ments destined for more than one location in a single envelope, 
provided each document references the box designation and 
“FEE/NO FEE” indicator on the cover sheet or first page of 
the document; and provided each complete filing is stapled or 
secured in some fashion. The envelope should list all the box 
designations and “FEE/NO FEE” indicators for its contents. 
This notice does not apply to trademark-related documents 
intended for recordation with the Assignment Branch or for 
requests for certified and uncertified copies of trademark appli- 
cation and registration documents. These papers and patent- 
related mail should continue to be sent to: 
Commissioner of Patents and Trademarks, Washington, D.C. 
20231. 


Labeling First Requests for Extensions of Time to Oppose 


Although the Trademark Trial and Appeal Board reports to 
the Office of the Deputy Assistant Secretary of Commerce and 
Deputy Assistant Commissioner of Patents and Trademarks, it 
is located and receives its mail at the Arlington address of 
the Assistant Commissioner for Trademarks. As noted above, 
requests for extensions of time to oppose should be sent to 
BOX TTAB, including the “NO FEE” indicator. 

Because first requests for extensions of time to oppose are 
critically time-sensitive documents, filers are encouraged to 
indicate on the cover sheet or first page of the extension request 
that the paper is a first request. The suggested title for these 
documents is: First Request for Extension of Time to File 
a Notice of Oppositions. 


PHILIP G. HAMPTON, II 
Assistant Commissioner 
for Trademarks 


October 25, 1994 


[1168 TMOG 89] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Effect of December 1, 1993 Amendments 
to the Federal Rules of Civil Procedures on 
Trademark Trial and Appeal Board 
Inter Partes Proceedings 


Trademark Rule 2.116(a) provides that, except as otherwise 
provided, and wherever applicable and appropriate, procedure 
and practice in Trademark Trial and Appeal Board (Board) 
inter partes proceedings shall be governed by the Federal Rules 
of Civil Procedures. Trademark Rule 2.120(a) provides, in part, 
that the provisions of the Federal Rules of Civil Procedure 
relating to discovery shall apply in opposition, cancellation, 
interference, and concurrent use registration proceedings except 
as otherwise provided in Trademark Rule 2.120; and that the 
opening of discovery is governed by the Federal Rules of Civil 
Procedure. Thus, where the Board has its own rule concerning 
a particular matter of practice or procedure, that rule governs; 
if there is no Board rule concerning the matter, the Federal Rules 
of Civil Procedure apply, where applicable and appropriate. 

On December 1, 1993, certain of the rules in the Federal 
Rules of Civil Procedures were amended, and one new rule 
was added. Specifically, Rules 1, 4, 5, 11, 12, 15, 16, 26, 28, 
29, 30, 31, 32, 33, 34, 36, 37, 38, 50, 52, 53, 54, 58, 71A, 72, 
73, 74, 75, and 76 were amended, and new Rule 4.1 was added. 
Included in the amendments are changes in the discovery rules 
to require that the parties to a civil action: (1) make a series 
of automatic disclosures, during the pretrial stages of the pro- 
ceedings, of certain evidence; (2) file the disclosures with the 
court; (3) meet, early in the proceeding, to discuss, inter alia, 
the automatic disclosure and to develop a plan for discovery; 
and, (4) transmit to the court a written report outlining the 
discovery plan. The timing of some of these matters is tied to 
the timing of a scheduling conference to be held, or a scheduling 
order to be issued, by the court. The timing and sequence of 
other of the matters depends upon the direction of the court. 
Further, parties are prohibited from seeking any of the tradi- 
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tional forms of discovery until after they have met and devel- 
oped their discovery plan. 

The Patent and Trademark Office (Office) believes that the 
application of the cited provisions in inter partes proceedings 
before the Board would increase the complexity and cost of 
the proceeedings and would be unduly burdensome both to the 
Board and the parties. For these reasons, the Office is now of 
the opinion that these provisions would have a detrimental 
effect on, and are not appropriate for, Board proceedings. More- 
over, the Office’s Public Advisory Committee for Trademark 
Affairs has recommended that incorporation of the amendments 
in Board practice be deferred until the Office can evaluate the 
effects of the amendments on civil actions. On the other hand, 
some of the provisions added by the amendments are not objec- 
tionable, and others so clearly do not apply in, and/or are 
not appropriate for, Board proceedings that they need not be 
mentioned. 

Accordingly, application of Rule 2.120(a) is hereby waived, 
in pertinent part, to the extent that the following provisions 
of the Federal Rules of Civil Procedure, as amended, which 
otherwise arguably would apply in Board proceedings, and 
which would, in the opinion of the Office, have a detrimental 
effect on those proceedings, shall not be applied therein unless 
and until further notice is given: 


1. Rule 16(b) [requirement that court issue a scheduling order, 
after consulting with parties by scheduling conference, tele- 
phone, mail, or other suitable means] 


2. Rules 26(a)(1)-26(a)(4) [requirements for series of automatic 
disclosures of evidence] 


3. Rule 26(b)(4) [requirements for taking discovery from a 
person identified, in automatic disclosure, as an expert whose 
opinions may be presented at trial] 


4. Rule 26(d), first sentence [prohibition against the taking of 
discovery before the parties have met to discuss, inter alia, the 
automatic disclosures and to develop a plan for discovery] 


5. Rule 26(e)(1) [requirement for supplementation of automatic 
disclosures] 


6. Rule 26(f) [requirement that the parties meet, early in the 
proceeding, to discuss, inter alia, the automatic disclosure and 
to develop a plan for discovery] 


7. Rule 26(g)(1) [signature requirements for automatic disclo- 
sures] 


8.Rule 30(a)(2)(C) [requirement that a party obtain leave of 
court or written stipulation to take a deposition prior to the 
Rule 26(f) meeting of the parties] 


9. Rule 33(a), last sentence [requirement that a party obtain 
leave of court or written stipulation to serve interrogatories 
prior to the Rule 26(f) meeting of the parties] 


10. Rule 34(b), last sentence of first paragraph [requirement 
that a party obtain leave of court or written stipulation to serve 
request for production of documents and things prior to the 
Rule 26(f) meeting of the parties] 


11. Rule 36(a), last sentence of first paragraph [requirement 
that a party obtain leave of court or written stipulation to serve 
request for admission prior to the Rule 26(f) meeting of the 
parties] 


12. Rule 37(a)(2)(A) [provision of motion to compel disclosure 
and for sanctions for failure to make automatic disclosure] 


13. Rule 37(c)(1) [description of sanctions which may be 
imposed for failure to make, or supplement, automatic disclo- 
sure] 
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14. Rule 37(g) [provision of sanctions for failure to participate 
in good faith in the framing of a discovery plan] 


Discovery. in Board inter partes proceedings will continue 
to open as it did prior to December 1, 1993 amendments to 
the Federal Rules of Civil Procedure, that is, as provided in 
those rules as they existed on November 30, 1993. Thus, inter- 
rogatories, requests for production of documents and things, 
and requests for admission may be served upon the plaintiff after 
the proceeding commences (i.e., after the notice of opposition or 
petition for cancellation is filed, and after the mailing by the 
Board of the notice of institution in an interference or concurrent 
use proceeding), and upon the defendant with or after service 
of the complaint by the Board. Discovery depositions generally 
may be taken by any party after commencement of the pro- 
ceeding. Board’s permission to take a discovery deposition 
must be obtained in certain situations, including a situation in 
which the plaintiff seeks to take a deposition prior to the expira- 
tion of 30 days after service of the complaint by the Board 
upon any defendant, except where a defendant has served a 
notice of taking deposition or otherwise sought discovery or 
where the notice of deposition: (1) states that the proposed 
deponent is about to go out of the United States and will be 
unavailable for examination unless the person’s deposition is 
taken before expiration of the 30-day period, and, (2) sets forth 
facts to support the statement. 

Similarly, the practice embodied in Rules 33(a), 34(b), and 
36(a) of the Federal Rules of Civil Procedure, as they read on 
November 30, 1993, that a defendant may serve responses to 
interrogatories, requests for production of documents and 
things, and requests for admission either within 30 days after 
service of a discovery request [35 days if service of the request 
for discovery is made by first-class mail, “Express Mail,” or 
overnight courier—Trademark Rule 2.119(c)], or within 45 
days after service of the complaint upon it by the Board, which- 
ever is later, will continue to be followed in Board proceedings. 

The Patent and Trademark Office will, in due course, publish 
a notice of proposed rule making to amend, as may be necessary, 
the trademark rules governing practice and procedure in inter 
partes proceedings before the Board. 


ROBERT M. ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


Jan. 15, 1994 
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Patent and Trademark Office 
Trademark Trial and Appeal Board 


New Title for Members of 
Trademark Trial and Appeal Board 


The Chairman and Members of the Trademark Trial and 
Appeal Board have been authorized to use the respective titles 
Chief Administrative Trademark Judge and Administrative 
Trademark Judge for signing all correspondence and decisions, 
and for other business-related activities 

The respective titles of Chairman and Member will continue 
to be the official titles for personnel, budget and fiscal purposes. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Oct. 15, 1993 


[1156 TMOG 32] 


Interlocutory Decisions by the 
Trademark Trial and Appeal Board 


(234) 


Only final decisions of the Trademark Trial and Appeal 
Board are subject to judicial review. Some confusion may exist 
in inter partes trademark proceedings as to whether certain 
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decisions of the Board are “final” fort purpose of judicial 
review. 

An example where confusion may arise is a case in which 
(1) an opposition is filed, (2) applicant counterclaims for cancel- 
lation of a registration relied upon by an opposer, and (3) the 
Board renders a dicision (generally on summary judgment) on 
the opposition, but sets the counterclaim for trial. Under these 
circumstances, there is no final order of the Board, because a 
decision has not been entered on the counterclaim. 

The party losing the opposition may feel compelled to seek 
judicial review within two months of the Board’s decision to 
“prserve” its rights. But such an appeal appears to be premature 
under Copeland's Enterprises, Inc. v. CNV, Inc. 887 F.2d 1065, 
12 USPQ2d 1563 (fed. Cir. 1989) (in banc). Copeland’s is not 
the only appeal which has been dismissed because it was taken 
from an interlocutory decision of the Board. See Cortex Corpo- 
ration v. W.L. Gore & Associates, Inc., No. 91-1016 (Fed. Cir. 
January 14, 1991)(unpublished), and Kellogg Co. v. Pack’em 
Enterprises, Inc., No. 90-1336 (Fed. Cir. Sept. 27, 1990) 
(unpublished). 

In an effort to (1) minimize disruption in proceeding pending 
before the Board, (2) eliminate unnecessary appeals and filing 
of civil actions, only to have the appeal or civil action dismissed 
as premature, and (3) provide some certainty to parties and 
their attorneys as to when an appeal is timely, the Board will, 
when resolving a merits issue prior to final judgement, generally 
indicate that it has entered an “interlocutory” order in the pro- 
ceeding and further set the time for seeking judicial review of 
the “interlocutory” order to expire two months from the date 
a final order is entered in the proceeding. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Jan. 22, 1991 


{1123 TMOG 36] 


Weekly Summaries of 
Trademark Trial 
and Appeal Board Final Decisions 


The Patent and Trademark Office will begin publishing, in 
each issue of the Trademark Official Gazette, a weekly sum- 
mary of final decisions issued by the Trademark Trial and 
Appeal Board. Publication of the summary is being undertaken 
on a discretionary basis, as a courtesy to interested members 
of the public. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Mar. 21, 1988 


[1091 TMOG 6] 


(236) Printing of Use in Another Form Claims 
Effective immediately, all claims of prior use of the subject 
mark in another form contained in applications for Trademark 
registrations will be printed in the Official Gazette and on the 
registration certificates according to the following formats: 
First used in another form on ; 
First used in commerce in another form on 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


July 15, 1986 
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(237) Inadvertently Issued Registration Numbers 

Effective Jan. 3, 1984, a new sub-section identified as “Inad- 
vertently Issued Registration Numbers” will exist as the last 
category of cancellations listed under the “Trademark Registra- 
tions Canceled” section of the Official Gazette. 

This new sub-section will provide public notice of the cancel- 
lation of registration numbers which have been inadvertently 
issued by the Patent and Trademark Office. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Nov. 15, 1983 
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(238) Single Copies of the Trademark 


Official Gazette 


Members of the public ordering single copies of the Trade- 
mark Official Gazette from the Superintendent of Documents 
are reminded they must specify the date of the issue being 
ordered. 

The date of the issue in which a mark will be published for 
opposition is shown on The Notice of Publication form mailed 
to applicants approximately two weeks before the publication 
date. This date must be included on each singie copy order. 

Orders received without an issue date may be filled from 
current weekly stock. The Superintendent of Documents cannot 
check on whether a particular mark is published in the issue 
then in stock. If the stock is exhausted at the time the order is 
received, the order will be returned unfilled. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Mar. 3, 1981 


[1004 TMOG 36] 


(239) Change in Official Gazette Entry to Show 
Cancellation of Fewer Than All Classes in a 


Multiple Class Registration 


Effective with the Official Gazette issue of December 16, 
1980, there will be a change in the Official Gazette listing 
entitled “Trademark Registrations Cancelled.” Beginning with 
that issue, “Trademark Registrations Cancelled” will list: 


(1) single class registrations cancelled; 

(2) multiple class registrations cancelled in all classes; 

(3) multiple class registrations cancelled in fewer than all 
classes. 


For every entry in the listing, the specific classes cancelled 
will be included in parentheses, next to the registration number 
and mark. 

For a single class registration and for a multiple class registra- 
tion in which every class has been cancelled, the class number(s) 
shown in parentheses will represent every class to which the 
registration applied. 

For a multiple class registration in which fewer than all 
classes have been cancelled, the Official Gazette entry will 
include the word “only” following the notation of classes in 
parentheses, for example: (Int. Cls. 12 and 20, only). In this 
example, the addition of the word “only” would indicate that 
there are classes in the registration in addition to Classes 12 
and 20, but only Classes 12 and 20 have been cancelled. 


MARGARET M. LAURENCE 
Assistant Commissioner 
for Trademarks 


Oct. 29, 1980. 
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(240) Changes in Format for Publishing 


Trademarks for Opposition 


Because of the adoption of the International classification 
of goods and services by the United States as of September 1, 
1973 (see Official Gazette of June 26, 1973, 911 O.G. TM 
210), it is necessary to change the arrangement in the Official 
Gazette of the marks published for opposition. 

Beginning with the issue of May 7, 1974, the section of the 
Official Gazette entitled “Marks Published for Opposition” will 
be divided into four sections instead of the present two sections. 
(For the preceding change from one to two sections, see Official 
Gazette of October 13, 1964, 807 O.G. TM 51.) Sections 1 
and 2 will be according to international classification and will 
contain marks in applications filed on or after September 1, 
1973, and Sections 3 and 4 will be according to prior United 
States classification and will contain marks in applications filed 
on or before August 31, 1973. 

In Section 1, all marks presented in combined applications 
filed on or after September 1, 1973 for registration in more 
than one international class will be published with only one 
reproduction of each mark. The reproduction of the mark will 
be followed by the international class numbers, and under each 
class will appear the goods or services in connection with which 
the mark is used. If the date of first use applies to all classes, 
it will appear following the last class; otherwise, the dates of 
use will appear after each class. 

In Section 2, all marks presented in applications filed on or 
after September 1, 1973 for registration in a single class will 
be published in international class order. 

In Section 3, all marks presented in combined applications 
filed on or before August 31, 1973 for registration in more 
than one prior United States class will be published with only 
one reproduction of each mark. The reproduction of the mark 
will be followed by the prior United States class numbers and 
titles, and under each class will appear the goods or services 
in connection with which the mark is used. If the date of first 
use applies to all classes, it will appear following the last class; 
otherwise, the dates of use will appear after each class. 

In section 4, all marks presented in applications filed on or 
before August 31, 1973 for registration in a single class will 
be published in the prior United States class order. 

The following explanation will appear under the heading 
“Marks Published for Opposition”: 


The following marks are published in compliance with 
section 12(a) of the Trademark Act of 1946. Applications 
for the registration of marks in more than one class have 
been filed as provided in section 30 of said act as amended 
by Public Law 772, 87th Congress, approved Oct. 9, 1962, 
76 Stat. 769. Opposition under Section 13 may be filed 
within thirty days of the date of this publication. See Rules 
2.101 to 2.105. 

A separate fee of twenty-five dollars for opposing each 
mark in each class must accompany the opposition. 


Sections | through 4 will appear immediately after the above 
explanation, the sections being designated as follows: 


Section 1. International classification-Application in more than 
one class 

Section 2. International classification-Application in one class 

Section 3. Prior United States classification-Application in 
more than one class 

Section 4. Prior United States classification-Application in one 
class 

The same procedure of dividing into four sections will be 

followed in the notice of the issuance of registrations on the 

Supplemental Register. 


RENE D. TEGTMEYER 
Assistant Commissioner 
for Trademarks 


Mar. 22, 1974 


[921 O.G. TM 122] 
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(241) Separation of the Patent and Trademark 


Sections of the Official Gazette 


Effective February 2, 1971, the Official Gazette will be sepa- 
rated into two parts to be known as the Patent Official Gazette 
and the Trademark Official Gazette 


** KEK 


Orders for subscriptions should be addressed to Superinten- 
dent of Documents, U.S. Government Printing Office, Wash- 
ington, D.C. 20402. 

Also effective February 2, 1971, the Official Gazette will 
no longer contain “Decisions in Patent and Trademark Cases.” 
Decisions of the type heretofore found in the “Decisions in 
Patent and Trademark Cases” are published by non-Federal 
organizations such as, for example, the Bureau of National 
Affairs, Inc., 1231 25th St. NW., Washington, D.C. 20037, and 
West Publishing Co., 50 Kellogg Blvd., St. Paul, Minn. 55102. 

Finally, the “Decisions Leaflet” of the Official Gazette will 
no longer be supplied as a separate subscription item after 
January 26, 1971. According to present plans, however, both 
the Patent Official Gazette and the Trademark Official Gazette 
will have identical “Patent Office Notices” sections containing 
notices of the various types heretofore published in the Gazette 
decision leaflet and Trademark Section. Those notices of partic- 
ular interest to Patent Office employees will be accumulated 
and published approximately every fourth week, and distributed 
separately to employees. 


WILLIAM E. SCHUYLER, JR. 
Commissioner of Patents 


Dec. 29, 1970 


[882 O0.G. TM 33] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


(242) 


Solicitation of Applications for Membership on 
Public Advisory Committee for Trademark Affairs 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office seeks five 
members for the Public Advisory Committee for Trademark 
Affairs. Each member will serve a three-year term. A member 
must be an organization that is representative of the intellectual 
property community, e.g., a bar group, an intellectual property 
organization, a business organization or an academic institution. 
Interested organizations should respond by a letter that includes 
the information requested in the Supplementary Information 
section of this notice. 


DATES: Submit applications on or before January 29, 1999. 


ADDRESSES: Mail letters of request to participate in the 
Public Advisory Committee for Trademark Affairs to The Hon- 
orable Q. Todd Dickinson, Deputy Assistant Secretary of Com- 
merce and Deputy Commissioner of Patents and Trademarks, 
United States Patent and Trademark Office, Washington, D.C. 
20231. 


FOR FURTHER INFORMATION CONTACT: Sharon 
Marsh, Trademark Administrator, by telephone at (703) 308- 
8910 ext. 45; by fax at (703) 308-9395; or by e-mail to sharon.- 
marsh @uspto.gov. 


SUPPLEMENTARY INFORMATION: This Committee is 
chartered under the Federal Advisory Committee Act (Pub. L. 
92-463). Its purpose is to advise the Patent and Trademark 
Office (Office) on ways to increase the Office’s efficiency and 
effectiveness and to provide a continuing flow of insights and 
perceptions from the private sector to the Office in the areas 
of domestic and international trademark law. 


The Office amended the charter of the Committee in 1996 
to make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the Intellectual 
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Property community as a whole. Accordingly, the Commis- 
sioner will select five representative organizations from among 
intellectual property organizations, bar groups, business-related 
organizations and academia. The five organizations whose 
terms will expire on December 31, 1998, are not precluded 
from responding to this notice. 


Each organization’s letter to the Commissioner should 
explain the nature, size and characteristics of the organization 
and what insights and perspective it would bring to the work 
of the Committee. 


The members will be selected based on the following criteria: 
(1) organization’s familiarity with the operations of the Patent 
and Trademark Office relating to trademarks and trademark 
rules, trademark practices, and the administration of the trade- 
mark operations; (2) the organization’s experience practicing 
before the Patent and Trademark Office in trademark matters; 
and (3) evidence of the organization’s interest in trademark 
practices, such as established committees designed to improve 
trademark operations, or legal education activities regarding 
trademark practices. 


December 22, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks 


[1218 TMOG 577] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 981214305-8305-01] 
RIN 0651-AB02 


Official Insignia of Native American Tribes; 
Statutorily Required Study 


(243) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Request for comments. 


SUMMARY: On October 30. 1998, President Clinton signed 
Public Law 105-330. This law requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/ 
or state recognized Native American tribes. The new law 
requires that the Commissioner of Patents and Trademarks 
(Commissioner) complete the study and submit a report, 
including the findings and conclusions, to the chairmen of the 
Committee on the Judiciary of the Senate and the Committee 
on the Judiciary of the House of Representatives, not later than 
September 30, 1999. This notice requests input that will help 
the PTO make an initial determination of how best to conduct 
the study, where public hearings should be held, and who should 
be consulted during the study process. 


DATES: To ensure consideration, comments must be received 
no later than 45 DAYS FROM THE DATE OF PUBLICATION 
IN THE FEDERAL REGISTER. 


ADDRESSES: Comments must be submitted to: Eleanor K. 
Meltzer, Attorney-Advisor, Office of Legislative and Interna- 
tional Affairs; U.S. Patent and Trademark Office; 2121 Crystal 
Drive, Suite 902; Arlington, VA 22202. Comments may also 
be submitted bv e-mail to: NAFedRegNotice@USPTO.GOV. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer; Telephone: 703-306-2960; E-mail: eleanor.meltzer@- 
uspto.gov; facsimile transmission: 703-305-8885. P.L. 105-330 
may be viewed via the Library of Congress website at: 


SUPPLEMENTARY INFORMATION: Members of Con- 
gress have received complaints regarding the lack of adequate 
protection for the official insignia of Native American tribes. 
Title Ill of P.L. 105-330 requires the PTO to study how such 
official insignia may better be protected under trademark law. 
As an initial step to completing the mandated study, through 
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this Notice the PTO would like comments on: (1) how best to 
conduct the study; (2) where public hearings should be held; 
and (3) who should be consulted during the study process. 


Issues to be Addressed by the Study 


The final study must address a variety of issues, including the 
impact of any changes on the international legal obligations of 
the United States, the definition of “official insignia” of a 
federally and/or state recognized Native American tribe, and 
the administrative feasibility, including the cost, of changing 
current law or policy in light of any recommendations. To help 
in answering items 1-3 above, the following issues are raised. 
They are provided for informational purposes only. Another 
Federal Register notice will be published in 1999 specifically 
requesting answers to the following questions. 


e Definition of “Official Insignia” - How should the PTO 
define “official insignia” of a federally or state recognized 
Native American tribe? 


e Establishing and Maintaining a List of Official Insignia - 
How should the PTO establish a list of the official insignia of 
federally and/or state recognized Native American tribes? How 
should the PTO maintain such a list? 


e Impact of Changes In Current Law or Policy - How would 
any change in law or policy with respect to prohibiting the 
Federal registration of trademarks identical to the official 
insignia of Native American tribes, or of prohibiting any new 
use of the official insignia of Native American tribes, affect 
Native American tribes? How would such changes affect trade- 
mark owners? How would such changes affect the Patent and 
Trademark Oflice? How would such changes affect any other 
interested party? What impact would any such changes have 
on the international legal obligations of the United States? 


e Impact of Prohibition on Federal Registration & New 
Uses of Official Insignia - How would prohibiting Federal 
registration of trademarks identical to the official insignia of 
Native American tribes affect any/all of the above-mentioned 
entities? How would prohibiting any new use of the official 
insignia of Native American tribes affect any/all of the above- 
mentioned entities? What effect would such prohibitions have 
on the international legal obligations of the United States? What 
defenses, including fair use, might be raised against any claims 
of infringement? 


e Administrative Feasibility - What is the administrative 
feasibility, including the cost, of changing the current law or 
policy, to prohibit the registration? What is the administrative 
feasibility, including the cost, of prohibiting any new uses of 
the official insignia of state or federally recognized Native 
American tribes? What is the administrative feasibility, 
including the cost, of otherwise providing additional protection 
to the official insignia of federally and state recognized Native 
American tribes? 


e Timing of Changes in Protection - Should changes in 
the scope of protection for official tribal insignia be offered 
prospectively? Retrospectively? What is the impact of such 
protection? 


e Statutory Requirements - What statutory changes would 
be necessary in order to provide such protection? 


e Other Relevant Factors - What other factors, not mentioned 
above, are relevant to this issue? 


Request for Public Comment 


The Commissioner has identified the following topics for which 
public comment is currently requested: 


1. Best Method of Obtaining Public Comments 


What is the best way to obtain public comments? Should the 
PTO conduct public hearings in order to obtain comments? 


2. Site of Public Hearings 


If public hearings are desirable, where should these hearings 
be conducted? If suggesting sites for public hearings, please 
explain the benefits, particularly in terms of reaching a relevant 
audience. 
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3. Persons/Organizations to Consult 


Who should be consulted in order to effectively study the impact 
of changes in trademark protection for the official insignia of 
Native American tribes? Why? 

Persons interested in commenting on the issues outlined above, 
or any other topics related to the official insignia of Native 
American tribes, should submit their comments in writing to 
the above address. It is emphasized that, right now, the PTO 
is only requesting comments on Questions 1, 2, and 3 above. 
All comments received in response to this notice will become 
part of the public record and will be available for inspection 
and copying at Suite 902Q, Crystal Park 2, 2121 Crystal Drive, 
Arlington, Virginia. 


December 22, 1998 Q. TODD DICKINSON 
Deputy Assistant Secretary of Commerce and 
Deputy Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2, 3 and 6 
[Docket No. 990401084-9084-01] 
RIN 0651-AB00 


TRADEMARK LAW TREATY IMPLEMENTATION 
ACT CHANGES 


(244) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of proposed rulemaking; Notice of hearing. 


SUMMARY: The Patent and Trademark Office (Office) pro- 
poses to amend its rules to implement the Trademark Law 
Treaty Implementation Act of 1998 (TLTIA), Pub. L. No. 105- 
330, 112 Stat. 3064 (15 U.S.C. 1051), and to otherwise simplify 
and clarify procedures for registering trademarks, and for main- 
taining and renewing trademark registrations. 


DATES: Comments must be received by June 25, 1999, to 
ensure consideration. A public hearing will be held at 10:00 
am, June 10, 1999, in the South Tower Building, Ist floor, 
2900 Crystal Drive, Arlington, Virginia 22202-3513. Submit 
requests to present oral testimony on or before June 3, 1999. 


ADDRESSES: Mail comments to the Assistant Commissioner 
for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513, attention Mary Hannon; fax comments to (703) 308- 
9395, attention Mary Hannon; or email comments to tltia.com- 
ments @uspto.gov. Copies of all comments will be available 
for public inspection in Suite 10B10, South Tower Building, 
10th floor, 2900 Crystal Drive, Arlington, Virginia 22202- 
3513, from 8:30 a.m. until 5:00 p.m., Monday through Friday. 


FOR FURTHER INFORMATION CONTACT: Mary 
Hannon, Office of Assistant Commissioner for Trademarks, 
(703) 308-8910, ext. 37. 


SUPPLEMENTARY INFORMATION: 


TLTIA implements the Trademark Law Treaty (TLT). The 
purpose of TLT is to make the procedural requirements of the 
different national trademark offices more consistent. 


TLTIA was enacted October 30, 1998. Title I of TLTIA, which 
contains the provisions that implement the treaty, will become 
effective October 30, 1999. 


References below to “the Act,” “the Trademark Act” or “the 
statute” refer to the Trademark Act of 1946, as amended, 15 


U.S.C. 1051 et seg. “TMEP” is the Trademark Manual of 


Examining Procedure (2nd ed., Rev. 1.1, August 1997). 
Application Filing Dates 


TLTIA §103 adds §§1(a)(4) and 1(b)(4) of the Act to give the 
Office authority to establish and change filing date require- 
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ments. The Office proposes to eliminate several of the current 
minimum requirements necessary to receive a filing date. The 
goal is to make it easier for applicants to obtain filing dates, 
but also to ensure that the Office has enough information to 
begin examination, and to provide third parties who search 
Office records with accurate information about pending appli- 
cations. 


The Office proposes the following minimum filing require- 
ments for granting a filing date: (1) the name of the applicant; 
(2) a name and address for correspondence; (3) a clear drawing 
of the mark; (4) a list of the goods or services; and (5) the 
filing fee for at least one class of goods or services. 


Section 44(e) of the Act, as amended, no longer requires that 
a certified copy of the foreign registration accompany an appli- 
cation based on §44(e). The Office proposes to require submis- 
sion of the foreign certificate before the mark is published for 
opposition or approved for registration on the Supplemental 
Register. 


The Office also proposes to eliminate the current filing date 
requirements for an allegation of the applicant’s use or bona 
fide intention to use the mark in commerce; for a specimen, 
and date of first use in commerce in a §1(a) application; and 
for a signature. These elements will be required before the 
mark is published for opposition or approved for registration 
on the Supplemental Register. 


Bulky Specimens 


Proposed §2.56(d)(1) requires that specimens be flat and no 
larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 
cm.) long. This is consistent with current §2.56. The Office 
proposes to add §2.56(d)(2), stating that if an applicant submits 
a specimen that exceeds the size requirement (a “bulky spec- 
imen’’), the Office will create a facsimile of the specimen that 
meets the requirements of the rule (i.e., is flat and no larger 
than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) 
long), insert it in the application file wrapper, and destroy the 
original bulky specimen. 


Currently, when an applicant submits a specimen that does not 
conform to the requirements of §2.56 (i.e., is not flat, exceeds 
the size limitation, etc.), the Office retains the specimen even 
though it is impossible to attach it to the application file 
wrapper. This requires substantial special handling because the 
Office must store and track the specimens separately from the 
application file wrappers. Because the number of newly filed 
applications has increased from approximately 83,000 to over 
233,000 per year over the past ten years, and the number of 
pending applications has increased from less than 100,000 to 
over 350,000 in the same period, it has become increasingly 
difficult to ensure that the bulky specimens follow the applica- 
tion files. As the number of applications has increased, bulky 
materials submitted as specimens have also increased, requiring 
an increased use of limited resources to handle the bulky mate- 
rials. Further, because specimens of this nature are often mis- 
placed or lost during examination processing, the Office must 
then require new specimens, slowing examination and incon- 
veniencing applicants. 


Because the requirement for flat specimens can be easily satis- 
fied through the use of photographs, photocopies, or other 
means of reproduction, the Office will no longer retain bulky 
materials submitted as specimens. In very limited circum- 
stances, the Office will continue to accept specimens consisting 
of videotapes, audiotapes, CDs, computer diskettes, and similar 
materials where there are no non-bulky alternatives, and the 
submission is the only means available for showing use of the 
mark. 


Number of Specimens Required 


The Office proposes to amend §§2.56(a), 2.76(b)(2), 2.86(b), 
and 2.88(b)(2) to require one rather than three specimens with 
an application under §1 of the Act, or an amendment to allege 
use or statement of use of a mark in an application under §1(b) 
of the Act. The Office previously required three specimens so 
that an interested party, such as a potential opposer, could 
permanently remove a specimen from an application file, yet 
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not leave the file without specimens. TMEP §905.01. However, 
multiple copies of specimens are no longer necessary because 
the public may make photocopies of a single specimen. 


Person Who May Sign Verified Statement 


Currently, §§1(a)( 1)(A) and 1(b)(1)(A) of the Act require that 
an application by a juristic applicant be signed “by a member 
of the firm or an officer of the corporation or association 
applying.” TLTIA §103 amends §§1(a) and 1(b) of the Act to 
eliminate the specification of the appropriate person to sign on 
behalf of an applicant. The legislative history states: 


Under the existing provision, the Patent and 
Trademark Office has been limited to 
accepting, for example, only the signature of 
an officer of a corporation on an application 
when another corporate manager’s signature 
would be appropriate because the corporate 
manager has specific knowledge of the facts 
asserted in the application. The unnecessary 
rigidity of the existing provision has worked 
a hardship on applicants who have been denied 
filing dates because the person verifying their 
application has not met the strict requirement 
of being an officer of the corporate applicant. 
Additionally, the Patent and Trademark Office 
has had difficulty applying the officer require- 
ment to foreign juristic entities whose man- 
agers are not clearly officers under the United 
States corporate standards. 


HR. Rep. No. 194, 105th Cong., Ist Sess. 12 (1997). 


Proposed §§2.33(a)(2), 2.76(b)(1), 2.88(b)(1), 2.89(a)(3), and 
2.89(b)(3) require that a person properly authorized to sign on 
behalf’ of the applicant sign the verification. Proposed 
§2.33(a)(2) states that a person who is properly authorized to 
sign on behalf of the applicant includes a person with legal 
authority to bind the applicant and/or a person with firsthand 
knowledge and actual or implied authority to act on behalf of 
the applicant. 


The same principles apply to the verification of an affidavit or 
declaration of continued use or excusable nonuse under §8 of 
the Act. Proposed §2.161(b) requires that a person properly 
authorized to sign on behalf of the owner sign the verification. 
Proposed §2.161(b)(2) states that a person who is properly 
authorized to sign on behalf of the owner includes a person 
with legal authority to bind the owner and/or a person with 
firsthand knowledge and actual or implied authority to act on 
behalf of the owner. 


Filing by Owner 


Although TLTIA amends the statute to eliminate the specifica- 
tion of the proper party to sign on behalf of an applicant or 
registrant, the statute still requires that the owner of the mark 
file an application for registration, amendment to allege use, 
statement of use, request for extension of time to file a statement 
of use, and §8 affidavit. See sections 1(a)(1), 1(b)(1), 1(d)(1), 
1(d)(2), and 8(b) of the Act. 


TLTIA §105 amends §8 of the Act to require that the owner 
of the mark file an affidavit of continued use or excusable 
nonuse within the time period set forth in §8(a) of the Act. 
The legislative history states: 


Throughout the revised section 8, the term 
“registrant” has been replaced by the term 
“owner.” The practice at the Patent and Trade- 
mark Office has been to require that the current 
owner of the registration file all the post-regis- 
tration affidavits needed to maintain a registra- 
tion. The current owner of the registration must 
aver to actual knowledge of the use of the 
mark in the subject registration. However, the 
definition of “registrant” in section 45 of the 
Act states that the “terms ‘applicant’ and ‘regis- 
trant’ embrace the legal representatives, prede- 
cessors, successors and assigns of each 
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applicant and registrant.” Therefore, use of the 
term “registrant” in section 8 of the Act would 
imply that any legal representative, prede- 
cessor, successor or assign of the registrant 
could successfully file the affidavits required 
by sections 8 and 9. To correct this situation, 
and to keep with the general principal [sic], as 
set out in section 1, that the owner is the proper 
person to prosecute anapplication, section 8 
has been amended to state that the owner must 
file the affidavits required by the section. 


H.R. Rep. No. 194, 105th Cong., Ist Sess. 18-19 (1997). 


Therefore, the Office proposes to amend §§2.163(a) and 
2.164(b) to make it clear that filing by the owner is a minimum 
requirement that cannot be cured after expiration of the filing 
period set forth in §8 of the Act. 


Sections l(a) and 1(b) of the Act require that an application 
for registration of a mark be filed by the owner. Therefore, the 
Office also proposes to add new §2.71(d), stating that although 
a mistake in setting out the applicant’s name can be corrected, 
the application cannot be amended to set forth a different entity 
as the applicant; and that an application is void if it is filed in 
the name of an entity that did not own the mark as of the filing 
date of the application. This codifies current practice. TMEP 
§802.07. Huang v. Tzu Wei Chen Food Co. Ltd., 7 USPQ2d 
1335 (Fed. Cir. 1988) (application filed in name of individual 
two days after mark was acquired by newly formed corporation 
held void); Accu Personnel Inc. v. Accustaff Inc., 38 USPQ2d 
1443 (TTAB 1996) (application filed in name of entity that 
did not yet exist not void); In re Tong Yang Cement Corp., 
19 USPQ2d 1689 (TTAB 1991) (application filed by joint 
venturer void where mark owned by joint venture); U.S. Pioneer 
Electronics Corp. v. Evans Marketing. Inc., 183 USPQ 613 
(Comm’r Pats. 1974) (misidentification of applicant’s name 
may be corrected). 


The Office also proposes to amend §§2.88(e)(3), 2.89(a)(3), 
and 2.89(b)(3) to state that if a statement of use or request for 
an extension of time to file a statement of use is unsigned or 
signed by the wrong party, a substitute verification must be 
submitted before the expiration of the statutory period for filing 
the statement of use. This is consistent with current practice. 
See TMEP §§1105.05(f)(i)(A) and 1105.05(d). Sections l(d)(1) 
and (2) of the Act require verification by the owner within the 
statutory period for filing the statement of use. Therefore, the 
Office cannot extend or waive the deadline for filing the verifi- 
cation. In re Kinsman, 33 USPQ2d 1057 (Comm’r Pats. 1993). 


Revival of Abandoned Applications 


TLTIA §§103 and 104 amend §§1(d)(4) and 12(b) of the Act 
to permit the revival of an abandoned application where the 
delay in responding to an Office action or notice of allowance 
is “unintentional.” Currently, an abandoned application can be 
revived only if the delay was “unavoidable,” a much stricter 
standard. The “unavoidable delay” standard has been removed 
from the statute. See the discussion below of the proposed 
amendments to §2.66 for the requirements for filing a petition 
to revive. 


Post Registration 


Statutory Changes 


TLTIA §§105 and 106 amend: (1) §8 of the Act, 15 U.S.C. 
1058, to add a requirement for filing an affidavit or declaration 
of continued use or excusable nonuse (§8 affidavit) in the 
year before the end of every ten-year period after the date of 
registration; and (2) §9 of the Act, 15 U.S.C. 1059, to delete 
the requirement for a declaration of continued use or excusable 
nonuse in a renewal application. Thus, every tenth year, the 
owner of a registration must file both a §8 affidavit and a 
renewal application. 


The statutory filing periods for the ten-year §8 affidavits are 
the same as the statutory filing periods for the renewal applica- 
tions. The Office will create a combined “Section 8 and 9” 
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form to make it easy to make both filings in a single document. 
In substance, the requirements of the combined filing under 
amended §§8 and 9 will be the same as the requirements for 
renewal under current law. 


A §8 affidavit between the fifth and sixth year after the date 
of registration is also required. This is consistent with current 
law. No renewal application will be required during the sixth 
year. 


TLTIA §§105 and 106 amend §§8 and 9 of the Act to permit 
filing within a six-month grace period after the end of the 
statutory filing period, with an additional surcharge. 


TLTIA §§105 and 106 also amend §§8 and 9 to allow for the 
correction of deficient filings after the statutory filing period 
expires, with payment of an additional surcharge. The amended 
Act does not define deficiency or place any limits on the type 
of deficiency or omission that can be cured after expiration 
of the statutory filing period. The Commissioner has broad 
discretion to establish procedures and fees for curing deficien- 
cies or omissions. 


F h S 


The Office proposes to decrease the renewal fee from $300 to 
$200 per class. 


As a result of increased administrative costs, the Office pro- 
poses to increase the filing fees for §8 affidavits and for §15 
affidavits from $100 to $200 per class. 


The proposed surcharge for filing a §8 affidavit or §9 renewal 
application during the grace period is $100 per class. This is 
consistent with the current renewal grace period fee. 


The proposed surcharge for correcting a deficiency in a §8 
affidavit or a §9 renewal application is $100. Sections 8(c)(2) 
and 9(a) of the Act require a surcharge for correcting deficien- 
cies. 


Recording Assignments and Changes of Name 


Currently, the Office will record only an original document or 
a true copy of an original. TLTIA §107 amends §10 of the Act 
to allow recordation of a document that is not an original or 
a true copy. 


Assignment of §I(b) Applications 


TLTIA §107 amends §10 to permit an assignment after the 
applicant files an amendment to allege use under §1(c) of the 
Act. Currently, a §1(b) application cannot be assigned until 
after the filing of a statement of use under §1(d) of the Act, 
except to a successor to the applicant’s business, or the portion 
of the business to which the mark pertains. This amendment 
corrects an oversight in the Trademark Law Revision Act of 
1988 (Title 1 of Pub. Law. No. 100-667, 102 Stat. 3935 (15 
U.S.C. 1051)), which amended §10 of the Act to permit an 
assignment of a §1(b) application to someone other than a 
successor to the applicant’s business only after the filing of a 
statement of use under §1(d) of the Act. The substance of 
statements of use and amendments to allege use are the same, 
and the only difference is the time of filing, so there is no 
reason to treat them differently. 


Discussion of Specific Rules Changed or Added 


The Office proposes to amend rules 1.1, 1. 
2A, SR LAT Za SAh, 29h; 2 Sty 
2.38, 2.39, 2.45, 2.51, 2.52, 2.56, 2.57, 
2.72, 2.76, 2.86, 2.88, 2.89, 2.101, 2.111 
2.156, 2.160, 2.161, 2.162, 2.163, 2.164, 
2.168, 2.173, 2.181, 2.182, 2.183, 2.18 
324, 3.25, 3.28, 3.31, and 6.1. 


The Office proposes to revise §1.1(a)(2) to set forth all the 
addresses for filing trademark correspondence in one rule. 


The Office proposes in §1.1(a)(2)(i) to exempt papers filed 
electronically from the requirement that correspondence be 
mailed to the street address of the Office. 


2 
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The Office proposes to state in §1.1(a)(2)(v) that an applicant 
may transmit an application for trademark registration electron- 
ically, but only if the applicant uses the Office’s electronic 
form. 


The Office proposes to amend §1.4(a)(2) to correct a cross- 
reference. 


The Office proposes to add a new §1.4(d)(1)(iii) to provide 
for signature of electronically transmitted trademark filings, 
where permitted. 


The Office proposes to amend §1.5(c) to clarify the require- 
ments for identifying trademark applications and registrations. 


The Office proposes to amend §1.6(a) to provide that the Office 
will consider trademark-related correspondence transmitted 
electronically to have been filed on the date of transmission, 
regardless of whether that date is a Saturday, Sunday, or Federal 
holiday within the District of Columbia. This is consistent with 
the treatment of correspondence filed as Express Mail with the 
United States Postal Service under §1.10. 


The Office proposes to amend §1.23 to allow payments for 
electronic applications and other electronic submissions author- 
ized by the Office by a credit card identified on the electronic 
form. 


The Office proposes to revise §2.1 to update a cross-reference. 


The Office proposes to amend §2.6(a)(5) to decrease the filing 
fee for a renewal application from $300 to $200 per class. 


The Office proposes to amend §2.6(a)(6) to delete reference 
to the three-month renewal grace period. TLTIA changes the 
grace period to six months. 


The Office proposes to amend §2.6(a)(12) to increase the fee 
for filing a §8 affidavit from $100 to $200 per class, due to 
increased administrative costs. 


The Office proposes to revise §2.6(a)(13) to increase the fee 
for filing a §15 affidavit from $100 to $200 per class, due to 
increased administrative costs. 


The Office proposes to remove §2.6(a)(14) because it is unnec- 
essary. The cost of a combined affidavit or declaration under 
§88 and 15 of the Act is the sum of the cost of the individual 
filings. 


The Office proposes to add new §2.6(a)(14) requiring a $100 
surcharge per class for filing a §8 affidavit during the grace 
period. 


The Office proposes to amend §2.6(a)(19) to increase the fee 
for filing a request to divide an application from $100 to $300 
per new application created. The Office believes that a $300 
fee reflects the extensive amount of work required to process 
a request to divide. 


The Office proposes to add new §2.6(a)(20), requiring a $100 
surcharge for correcting a deficiency in a §8 affidavit. Amended 
§8(c)(2) of the Act requires a deficiency surcharge. 


The Office proposes to add new §2.6(a)(21), requiring a $100 
surcharge for correcting a deficiency in a renewal application. 
Section 9(a) of the Act, as amended, requires a deficiency 
surcharge. 


The Office proposes to add new §2.17(c), stating that to be 
recognized as a representative in a trademark case, an attorney 
as defined in §10.1(c) may file a power of attorney, appear in 
person, or sign a paper on behalf of an applicant or registrant 
that is filed with the Office. This codifies current practice. 


The Office proposes to add new §2.17(d), stating that someone 
may file a power of attorney that relates to more than one 
trademark application or registration, or to all existing and 
future applications and registrations; and that someone relying 
on a power of attorney concerning numerous applications or 
registrations must: (1) include a copy of the previously filed 
power of attorney; or (2) refer to the previously filed power 
of attorney, specifying: the filing date; the application serial 
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number, registration number, or inter partes proceeding number 
for which the original power of attorney was filed; and the 
name of the party who signed the power of attorney; or, if the 
application serial number is not known, submit a copy of the 
application or a copy of the mark, and specify the filing date. 


The Office proposes to revise §2.20 to delete the requirement 
for a declaration by a “member of the firm or an officer of the 
corporation or association,” because this requirement has been 
deleted from §§1l(a) and 1(b) of the Act. 


The Office proposes to revise §2.21, listing the minimum 
requirements for receipt of an application filing date. The pro- 
posed minimum filing requirements are: (1) the name of the 
applicant; (2) a name and address for correspondence; (3) a 
clear drawing of the mark; (4) an identification of goods or 
services; and (5) the filing fee for at least one class of goods 
or services. 


The Office proposes to delete the following minimum require- 
ments for receiving a filing date: a stated basis for filing; a 
verification or declaration signed by the applicant; an allegation 
of use in commerce, specimen, and date of first use in commerce 
in an application under §1(a) of the Act; an allegation of the 
applicant’s bona fide intention to use the mark in commerce 
in an application under §1(b) or §44 of the Act; a claim of 
priority in an application under §44(d) of the Act; and a certified 
copy of a foreign registration in an application under §44(e) 
of the Act. A claim of priority under §44(d) must be filed 
before the end of the priority period. All other elements must 
be provided before the mark is published for opposition or 
approved for registration on the Supplemental Register. 


The Office proposes to require in §2.21(a)(3) a “clear drawing 
of the mark” rather than the drawing “substantially meeting 
all the requirements of §2.52” that is now required. 


The Office proposes to state in §2.21(b) that the Office “may” 
rather than “will” return the papers and fees to the applicant 
when an application does not meet the minimum filing require- 
ments. A new procedure is being considered under which the 
Office would retain applications that do not meet the minimum 
filing requirements. Applicants would have an opportunity to 
supply the missing element and receive a filing date as of the 
date the Office receives the missing element. Until a new policy 
is announced, the Office will continue to return the papers and 
fees to the applicant. 


The Office proposes to delete the center heading “THE 
WRITTEN APPLICATION” before §2.31 because it is unnec- 
essary. The heading “APPLICATION FOR REGISTRA- 
TION,” immediately before §2.21, encompasses the rules that 
now fall under the heading “THE WRITTEN APPLICATION.” 


The Office proposes to remove and reserve §2.31, and to move 
the substance of the requirement that the application be in 
English to §2.32(a). 


The Office proposes to change the heading of §2.32 to “Require- 
ments for written application,” and to revise the rule. Proposed 
§2.32(a) lists the requirements for the written application, now 
listed in §2.33(a)(1). 


Proposed §2.32 does not require a statement of the applicant’s 
method or intended method of use of the mark, because §§1(a) 
and 1(b) of the Act, as amended, no longer require that applicants 
state the mode or manner in which a mark is used. 


The Office proposes to change the heading of §2.33 to “Verified 
statement” and revise the rule. 


The Office proposes to revise §2.33(a) to state that the applica- 
tion must include a statement that is signed and verified (sworn 
to) or supported by a declaration under §2.20 by a person 
properly authorized to sign on behalf of the applicant. The 
proposed rule further states that a person who is properly author- 
ized to sign on behalf of the applicant includes a person with 
legal authority to bind the applicant and/or a person with first- 
hand knowledge and actual or implied authority to act on behalf 
of the applicant. 


The Office proposes to move the substance of §2.32(b) to 
§2.33(c), and revise it to state that the Office may require a 
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substitute verification of the applicant’s continued use or bona 
fide intention to use the mark when the applicant does not file 
the verified statement within a reasonable time after the date 
it is signed. This codifies present practice. Section 2.32(b) now 
states only that a verification of the applicant’s continued use 
of the mark is required where the application is not filed within 
a reasonable time after it is signed. However, the Office also 
requires verification of the applicant’s continued bona fide 
intention to use the mark in commerce when 4 verification 
under §1(b) or §44 of the Act is not filed within a reasonable 
time after it is signed. TMEP §803.04. 


The Office proposes to add §2.33(d), stating that where an 
electronically transmitted filing is permitted, the person who 
signs the verified statement must either: (1) place a symbol 
comprised of numbers and/or letters between two forward slash 
marks in the signature block on the electronic document; and 
print, sign and date in permanent ink, and maintain a paper 
copy of the electronic submission; or (2) use some other form 
of electronic signature that the Commissioner may designate. 


Proposed §2.33(d)(1) states that applicants who submit elec- 
tronic documents must sign and date in permanent ink, and 
maintain a verified statement confirming that the signatory has 
adopted the symbol shown in the signature block to verify 
the contents of the document, and that the information in the 
electronic submission is identical to the information in the paper 
copy of the submission. 


The Office proposes to add new §2.34, “Bases for filing.” 
Currently, an applicant must establish a basis for filing to 
receive a filing date. Under the proposed new rules, a stated 
filing basis will no longer be included as one of the minimum 
requirements for receipt of a filing date. If missing, it must be 
provided before the mark is published for opposition or 
approved for registration on the Supplemental Register. 


The Office proposes that the requirements for each of the four 
bases be moved from §2.21(a)(5) to §2.34(a). Section 2.34(a)(1) 
will list the requirements for an application under §1(a) of the 
Act, now listed in §§2.21(a)(5)(i),  2.33(a)(1)(iv), 
2.33(a)(1)(vii), 2.33(a)(2), and §2.33(b)(1). Section 2.34(a)(2) 
will list the requirements for an application under §1(b) of the 
Act, now listed in §§2.21(a)(5)(iv) and 2.33(a)(1)(iv). 


Section 2.34(a)(3) will list the requirements for an application 
under §44(e) of the Act, now listed in §§2.21(a)(5)(ii) and 
2.33(a)(1)(viii). Section 2.34(a)(3)(ii) will require a certified 
copy of a foreign registration. Currently, a §44(e) applicant 
must submit a foreign certificate to receive a filing date. How- 
ever, TLTIA §108 amends §44(e) of the Act to delete the 
requirement that the application be “accompanied by” the for- 
eign certificate. The Office proposes to require that the applicant 
submit the certificate before the mark is published for opposi- 
tion or approved for registration on the Supplemental Register. 


The Office proposes to add §2.34(a)(3)(iii), stating that if it 
appears that the foreign registration will expire before the mark 
in the United States application will register, the applicant must 
submit a certification from the foreign country’s trademark 
office, showing that the registration has been renewed and will 
be in force at the time the United States registration will issue. 
This codifies current practice. TMEP §1004.03. 


The Office proposes that §2.34(a)(4) will list the requirements 
for an application under §44(d) of the Act, now listed in 
§§2.21(a)(S)(ili), —2.33(a)(1)(ix), and 2.39. Proposed 
§2.34(a)(4)(i) requires that a priority claim be filed within six 
months of the filing date of the foreign application. This is 
consistent with Articles 4(C)(1) and 4(D)(1) of the Paris Con- 
vention for the Protection of Industrial Property, as revised at 
Stockholm on July 14, 1967 (Paris Convention). 


The Office proposes to state in §2.34(b)(1) that an applicant 
may claim more than one basis, provided that the applicant 
meets the requirements for all bases claimed. This codifies 
current practice. The Office also proposes to state that the 
applicant may not claim both §§1(a) and 1(b) for the identical 
goods or services in one application. In §2.34(b)(2), the Office 
proposes to require that the applicant specify which basis covers 
which goods or services when an applicant claims more than 
one basis. 
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In §2.34(c), the Office proposes to set forth the definition of 
“commerce” currently found in §2.33(a)(3). 


The Office proposes to remove §2.37. 
The Office proposes to redesignate §2.35 as §2.37. 


The Office proposes to add new §2.35, “Adding, deleting, or 
substituting bases.” 


The Office proposes to state in §2.35(a) that the applicant may 
add or substitute a basis for registration before publication, and 
that the applicant may delete a basis at any time. 


The Office proposes to state in §2.35(b) that the applicant 
cannot amend an application to add or substitute a basis after 
publication. This changes practice. Prior to 1995, the Office 
did not accept amendments adding or substituting a basis for 
registration after publication. This policy was changed by In 
re Monte Dei Maschi Di Siena, 34 USPQ2d 1415 (Comm’r 
Pats. 1995). Currently, the Office will accept an amendment 
to add or substitute a basis for registration after publication if 
the applicant files a petition to the Commissioner; republication 
is required. TMEP §1006.04. 


After three years of experience, the Office does not believe 
that accepting these amendments is in the public interest, 
because the amendments reopen examination. This delays later- 
filed conflicting applications, which must be suspended indefi- 
nitely until the earlier-filed application is either registered or 
abandoned. Therefore, the Office proposes to prohibit amend- 
ments that add or substitute a basis after publication. 


The Office proposes to state in §2.35(c) that when the applicant 
substitutes a basis, the Office will presume that the original 
basis was valid, unless there is contradictory evidence in the 
record, and the application will retain the original filing date. 


Under present practice, if the applicant changes the basis from 
§1(a) or §1(b) to §44(e), or from §44(e) to either §1(a) or §1(b), 


the applicant retains the original filing date. However, if an 
application is filed solely under §44(d), and the applicant 
amends to substitute a different basis after the expiration of 
the six-month priority period, the effective filing date of the 
application becomes the date the applicant perfects the amend- 
ment claiming the new basis. TMEP §1006.03. 


The Office proposes to change this practice, to allow a §44(d) 
applicant to retain the priority filing date when the applicant 
substitutes a new basis after the expiration of the six-month 
priority period. 


The Office proposes to state in §2.35(d) that if an applicant 
properly claims a §44(d) basis in addition to another basis, the 
applicant will retain the priority filing date under §44(d) no 
matter which basis the applicant perfects. This codifies current 
practice. TMEP §1006.01. 


The Office proposes to state in §2.35(e) that the applicant may 
add or substitute a §44(d) basis only within the six-month 
priority period following the filing date of the foreign applica- 
tion. This is consistent with current practice (TMEP § 1006.05), 
and with Articles 4(C)(1) and 4(D)(1) of the Paris Convention. 


In §2.35(f), the Office proposes to state that an applicant who 
adds a basis must state which basis covers which goods or 
services. 


The Office proposes to state in §2.35(g) that if an applicant 
deletes a basis, the applicant must also delete any goods or 
services covered solely by the deleted basis. This codifies cur- 
rent practice. 


The Office proposes to state in §2.35(h) that once an applicant 
claims a §1(b) basis as to any or all of the goods or services, 
the applicant may not amend the application to seek registration 
under §1(a) of the Act for those goods or services unless the 
applicant files an allegation of use under §1(c) or §1(d) of the 
Act. 


The Office proposes to amend §2.38(a) to update a cross- 
reference. 
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The Office proposes to remove and reserve §2.39, and to move 
the requirements for filing a priority claim under §44(d) of the 
Act to §2.34(a)(4), discussed above. 


The Office proposes to revise §§2.45(a) and (b) to: (1) delete 
the requirement for a statement of the method or intended 
method of use in a certification mark application; and (2) require 
a copy of the standards that determine whether others may use 
the certification mark on their goods and/or in connection with 
their services. Sections l(a) and l(b) of the Act, as amended, 
no longer require a statement of the method or intended method 
of use of a mark. The requirement for a copy of the certification 
standards codifies current practice. TMEP §1306.06(g)(ii). 


The Office proposes to remove §§2.5 l(c) through (e), and 
move the substance of those rules to §2.52. 


The Office proposes to revise §2.52(a) to define the term 
“drawing,” to indicate that a drawing may only depict a single 
mark, and to define the terms “typed drawing” and “special 
form drawing.” 


The Office proposes to add guidelines in §2.52(a) for drawings 
of various types of unusual marks, such as marks that include 
color, three-dimensional objects, motion, sound or scent; and 
to add guidelines for showing placement of the mark on goods, 
packaging for goods, or in advertising of services. 


The Office proposes to indicate the recommended format for 
the drawing of a mark in §2.52(b). 


The Office proposes to revise §2.52(c) to state that for an 
electronically filed application, if the mark cannot be shown 
as a “typed drawing,” the applicant must attach a digitized 
image of the mark to the application. 


The Office proposes to consolidate §§2.56, 2.57 and 2.58 into 
§2.56, and to remove and reserve §§2.57 and 2.58. 


The Office proposes to revise §2.56(a) to require one rather 
than three specimens with an application under §l(a) of the 
Act, or an allegation of use under §1(c) or §1(d) of the Act in 
an application under §1(b) of the Act. See the discussion above 
under “Supplementary Information/Number of Specimens 
Required.” 


The Office proposes to add §2.56(b)(1), stating that a trademark 
specimen is a label, tag, or container for the goods, or a display 
associated with the goods; and that the Office may accept 
another document related to the goods or the sale of the goods 
when it is not possible to place the mark on the goods or 
packaging for the goods. This is consistent with the current 
§2.56. 


The Office proposes to add §2.56(b)(2), stating that a service 
mark specimen must show the mark as actually used in the 
sale or advertising of the services. This is consistent with the 
current §2.58(a). 


The Office proposes to add §2.56(b)(3), stating that a collective 
trademark or collective service mark specimen must show how 
a member uses the mark on the member’s goods or in the sale 
or advertising of the member’s services. This codifies current 
practice. TMEP §1303.02(b). 


The Office proposes to add §2.56(b)(4), stating that a collective 
membership mark specimen must show use by members to 
indicate membership in the collective organization. This codi- 
fies current practice. TMEP §1304.09(c). 


The Office proposes to add §2.56(b)(5), stating that a certifica- 
tion mark specimen must show how a person other than the 
owner uses the mark to certify regional or other origin, material, 
mode of manufacture, quality, accuracy, or other characteristics 
of the person’s goods or services; or that members of a union 
or other organization performed the work or labor on the goods 
or services. This codifies current practice. TMEP §1306.06(c). 


The Office proposes to add §2.56(c), stating that a photocopy 
or other reproduction of a specimen is acceptable, but that a 
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photocopy or facsimile that merely reproduces the drawing is 
not a proper specimen. This is consistent with the current §2.57. 


Proposed new §2.56(d)(1) states that a specimen must be flat 
and no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches 
(29.7 cm.) long. This is consistent with the current §2.56. 


The Office proposes to add §2.56(d)(2), stating that if the 
applicant files a specimen that is too large (a “bulky specimen’’), 
the Office will create a facsimile of the specimen that meets 
the requirements of the rule (i.e., is flat and no larger than 8 
1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long) 
and put it in the file wrapper. See the discussion above under 
“Supplementary Information/Bulky Specimens.” 


The Office proposes to add §2.56(d)(4), stating that if the 
application is filed electronically, the specimen must be sub- 
mitted as a digitized image. 


The Office proposes to revise §2.59 to clarify and simplify the 
language. 


The Office proposes to rewrite §2.66 to set forth the require- 
ments for filing a petition to revive an abandoned application 
when the delay in responding to an Office action or notice of 
allowance is “unintentional.” Currently, an applicant can revive 
an abandoned application only if the delay was “unavoidable,” 
a much stricter standard. TLTIA §§103 and 104 amend 
§§1(d)(4) and 12(b) of the Act to permit an application to be 
revived if the delay is “unintentional.” The “unavoidable delay” 
standard has been removed from the statute, effective October 
30, 1999. 


The Office proposes to add §§2.66(a)(1) and (2), requiring that 
the applicant file a petition to revive within (1) two months of 
the mailing date of the notice of abandonment; or (2) two 
months of actual knowledge of abandonment. Currently, the 
deadline for filing a petition to revive is sixty days. TMEP 
§1112.05(a). The two-month deadline will make it easier to 
calculate the due date for a petition because it will not be 
necessary to count days. 


The Office also proposes to state in §2.66(a)(2) that an applicant 
must be diligent in checking the status of an application. This 
codifies current practice. TMEP §§413 and 1112.05(b)(ii). The 
Office now denies petitions to revive when the applicant waits 
too long before checking the status of an application. To be 
diligent, the applicant must check the status of the application 
within one year of the last filing or receipt of a notice from 
the Office. Applicants can check the status of applications 
through the Trademark Status Line, or through the Office’s 
World Wide Web site at www.uspto.gov. This is consistent 
with proposed §2.146(i), discussed below. 


The Office proposes to amend §§2.66(b)(2) and (c)(2) to require 
“a statement, signed by someone with firsthand knowledge of 
the facts, that the delay ... was unintentional,” rather than the 
“showing of the causes of the delay” that these rules now 


require. 


The Office proposes to delete the requirement that a petition 
to revive include a statement that is verified or supported by 
a declaration under §2.20. This is unnecessary because 
§10.18(b), as amended effective December 1, 1997, states that 
any party who presents a paper to the Office is certifying that 
all statements are true and attesting to an awareness of the 
penalty for perjury. This proposed amendment is consistent 
with amendments to §§1.8(b)(3), 1.10(d), 1.10(e), 1. 137(a)(3), 
and 1.137(b)(3), also effective December 1, 1997. 62 FR 53186 
(Oct. 10, 1997). 


The Office proposes to amend §2.66(b)(3) to state that if the 
applicant did not receive the Office action, the applicant need 
not include a proposed response to an Office action with a 
petition to revive. This codifies current practice. 


The Office proposes to amend §§2.66(c)(3) and (4) to state 
that if the applicant did not receive the notice of allowance, 
the petition to revive need not include a statement of use or 
request for an extension of time to file a statement of use, or 
the fees for the extension requests that would have been due 
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if the application had never been abandoned. This codifies 
current practice. 


The Office proposes to add §2.66(c)(5), stating that unless a 
statement of use is filed with or before the petition to revive, 
or the petition states that the applicant did not receive the notice 
of allowance, the applicant must file any further requests for 
extensions of time to file a statement of use under §2.89 that 
become due while the petition is pending, or file a statement 
of use. This codifies current practice. 


The Office proposes to add §2.66(f)(3), stating that if the Com- 
missioner denies the petition to revive, the applicant may 
request reconsideration by: (1) filing the request within two 
months of the mailing date of the decision denying the petition; 
and (2) paying a second petition fee under §2.6. Currently, the 
rules do not specifically provide for requests for reconsideration 
of petition decisions, but the Commissioner has the discretion to 
consider these requests under §2.146(a)(3). The Office believes 
that an additional fee should be required to pay for the work 
done in processing the request for reconsideration. This is 
consistent with proposed §2.1460). 


The Office proposes to revise §2.71 (a) to state that the applicant 
may amend the identification to clarify or limit, but not broaden, 
the identification of goods and/or services. This simplifies the 
language of the current §2.71(b). 


Proposed §2.71(b)(1) states that if the declaration or verification 
of an application under §2.33 is unsigned or signed by the 
wrong party, the applicant may submit a substitute verification 
or declaration under §2.20. This changes current practice. Cur- 
rently, the applicant must submit a signed verification to receive 
an application filing date, and if the verification is signed by the 
wrong party, the applicant cannot file a substitute verification 
unless the party who originally signed had “color of authority” 
(i.e., firsthand knowledge of the facts and actual or implied 
authority to act on behalf of the applicant). TMEP §803. As 
discussed above, the Office proposes to delete the requirement 
that the applicant submit a signed verification in order to receive 
a filing date. If the verification is unsigned or signed by the 
wrong party, the applicant must replace the declaration before 
the mark is published for opposition or approved for registration 
on the Supplemental Register. 


The Office proposes to delete the requirement for a verification 
“by the applicant, a member of the applicant firm, or an officer 
of the applicant corporation or association” from §2.71(c). This 
is consistent with the amendments to §§l(a) and l(b) of the 
Act. 


The Office also proposes to delete the “color of authority” 
provisions from §2.71 (c). Because the statute no longer speci- 
fies who has “statutory” authority to sign, the “color of 
authority” provisions are unnecessary. 


The Office proposes to state in §2.71 (b)(2) that if the declara- 
tion or verification of a statement of use under §2.88 or a 
request for extension of time to file a statement of use under 
§2.89 is unsigned or signed by the wrong party, the applicant 
must submit a substitute verification before the expiration of 
the statutory deadline for filing the statement of use. This is 
consistent with current practice and with the proposed amend- 
ments to §§2.88(e)(3), 2.89(a)(3), and 2.89(b)(3), discussed 
below. 


The Office proposes to add new §2.71(d), stating that a mistake 
in setting out the applicant’s name can be corrected, but the 
application cannot be amended to set forth a different entity 
as the applicant; and that an application filed in the name of 
an entity that did not own the mark on the filing date of 
the application is void. This codifies current practice. TMEP 
§802.07. See the discussion above under “Supplementary Infor- 
mation/Filing by Owner.” 


The Office proposes to revise §2.72 to remove paragraph (a), 
and redesignate paragraphs (b) through (d) as (a) through (c). 


The Office proposes that new paragraphs (a) through (c) will 
each state that an applicant may not amend the description or 
drawing of the mark if the amendment materially alters the 
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mark; and that the Office will determine whether a proposed 
amendment materially alters a mark by comparing the proposed 
amendment with the description or drawing of the mark in 
the original application. These provisions are now stated in 
paragraph (a). 


Under the current §2.72, as interpreted by In re ECCS, Inc., 
94 F.3d 1578, 39 USPQ2d 2001 (Fed. Cir. 1996) and In re 
Dekra e.V., 44 USPQ2d 1693 (TTAB 1997), an applicant may 
amend an application to correct an “internal inconsistency.” 
An application is “internally inconsistent” if the mark on the 
drawing does not agree with the mark on the specimens in an 
application based on use, or with the mark on the foreign 
registration in an application based on §44 of the Act. 


Currently, because §§2.72(b), (c) and (d) do not expressly 
prohibit an amendment that materially alters the mark on the 
original drawing, the Office accepts amendments that correct 
“internal inconsistencies,” regardless of whether the amend- 
ment materially alters the mark on the original drawing. TMEP 
§807.14(a). 


The Office does not believe that it is in the public interest to 
accept amendments that materially alter the mark on the original 
drawing. When the Office receives a new application, the mark 
on the drawing is promptly filed in the Trademark Search 
Library and entered into the Office’s electronic and administra- 
tive systems. Accepting an amendment that materially alters 
the mark on the original drawing is unfair to third parties who 
search Office records between the application filing date and 
the date the amendment is entered, because they do not have 
accurate information about earlier-filed applications. A third 
party may innocently begin using a mark that conflicts with 
the amended mark, but not with the original mark, relying on 
the search of Office records. Also, an examining attorney may 
approve a later-filed application for registration of a mark that 
conflicts with the amended mark, but not with the original 
mark. Therefore, the Office proposes to amend §2.72 to prohibit 
amendments that materially alter the mark on the original 
drawing. 


The Office proposes to revise §2.76(b)(1) to state that a com- 
plete amendment to allege use must include a statement that 
is verified or supported by a declaration under §2.20 by a 
person properly authorized to sign on behalf of the applicant. 


The Office proposes to further revise §2.76(b)(1) to delete 
the requirement for a statement of the method or manner of 
use of the mark in an amendment to allege use, because this 
requirement has been removed from §§1(a) and 1(b) of the 
Act. 


The Office proposes to revise §2.76(b)(2) to require one rather 
than three specimens with an amendment to allege use. See 
the above discussion under “Supplementary Information/ 
Number of Specimens Required.” 


The Office proposes to add new §2.76(i), stating that if an 
amendment to allege use is not filed within a reasonable time 
after it is signed, the Office may require a substitute verification 
or declaration under 82.20 that the mark is still in use in 
commerce. This codifies current practice. TMEP §803.04. 


The Office proposes to add new §2.76(j), noting that the require- 
ments for multi-class applications are stated in §2.86. 


The Office proposes to change the heading of §2.86 to “Applica- 
tion may include multiple classes.” The Office proposes to 
remove current §2.86(a), which states that an applicant may 
recite more than one item of goods, or more than one service, 
in a single class, if the applicant either has used or has a bona 
fide intention to use the mark on all the goods or services. The 
substance of this provision will be moved to §§2.34(a)(1)(v), 
2.34(a)(2)(ii), 2.34(a)(3)(iv) and 2.34(a)(4)(iv). 


The Office proposes to revise §2.86(a) to include sections now 
found in §2.86(b), stating that the applicant may apply to reg- 
ister the same mark for goods and/or services in multiple classes 
in a single application, provided that the applicant specifically 
identifies the goods and services in each class; submits a fee for 
each class; and either includes dates of use and one specimen, or 
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a statement of a bona fide intention to use the mark in com- 
merce, for each class. The Office also proposes to add in 
§2.86(a)(3) a provision that the applicant may not claim both 
use in commerce and a bona fide intention to use the mark in 
commerce for the identical goods or services in one application. 


The Office proposes to state in §2.86(b) that a statement of 
use or amendment to allege use must include the required fee, 
dates of use, and one specimen for each class. The requirement 
for only one specimen is consistent with the proposed amend- 
ments to §§2.56(a), 2.76(b)(2), and 2.88(b)(2). 


The Office also proposes to add to §2.86(b) a provision that 
the applicant may not file the statement of use or amendment 
to allege use until the applicant has used the mark on all the 
goods or services, unless the applicant files a request to divide. 
This is consistent with the current §§2.76(c) and 2.88(c). 


The Office proposes to delete the current §2.86(c), which pro- 
hibits an applicant from claiming both use in commerce and 
intent-to-use in a single multi-class application. However, the 
Office proposes to state in §2.86(a)(3) that the applicant may 
not claim both use in commerce and intent-to-use for the iden- 
tical goods or services in one application. 


The Office proposes to move the substance of the last sentence 
of the current §2.86(b) to new §286(c). 


The Office proposes to revise §2.88(b)(1) to state that a com- 
plete statement of use must include a statement that is verified 
or supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the applicant. 


The Office proposes to revise §2.88(b)(1) to delete the require- 
ment for a statement of the method or manner of use in a 
statement of use. This requirement has been removed from 
§1(d)(1) of the Act. 


The Office proposes to revise §2.88(b)(2) to require one spec- 
imen with a statement of use, rather than the three specimens 
now required. This is consistent with the proposed amendment 
of §2.56(a). 


The Office proposes to revise §2.88(e)(3) to state that if the 
verification or declaration is unsigned or signed by the wrong 
party, the applicant must submit a substitute verification or 
declaration on or before the statutory deadline for filing the 
statement of use. This is consistent with current practice. TMEP 
§1105.05(f)(i)(A). Section l(d)(l)of the Act specifically 
requires verification by the applicant within the statutory period 
for filing the statement of use. 


The Office proposes to add §2.88(k), stating that if the statement 
of use is not filed within a reasonable time after it is signed, 
the Office may require a substitute verification or declaration 
under §2.20 stating that the mark is still in use in commerce. 
This codifies current practice. TMEP §803.04. 


The Office proposes to add §2.88(1), noting that the require- 
ments for multi-class applications are stated in §2.86. 


The Office proposes to revise §§2.89(a)(3) and (b)(3) to require 
that a request for an extension of time to file a statement 
of use include a statement that is verified or supported by a 
declaration under §2.20 by a person properly authorized to sign 
on behalf of the applicant; and that if the extension request is 
unsigned or signed by the wrong party, the applicant must 
submit a substitute verification or declaration on or before 
the statutory deadline for filing the statement of use. This is 
consistent with current practice. TMEP §1105.05(d). Sections 
1(d)(1) and (2) of the Act specifically require verification by 
the applicant within the statutory filing period. 


The Office proposes to revise §2.89(d) to remove paragraph 
(1), which requires a statement that the applicant has not yet 
made use of the mark in commerce on all the goods and services. 
The Commissioner has held that an extension request that omits 
this allegation is substantially in compliance with §2.89(d) if 
the request contains a statement that the applicant has a con- 
tinued bona fide intention to use the mark in commerce. In re 
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Schering-Plough Healthcare Products Inc., 24 USPQ2d 1709 
(Comm’r Pats. 1992). Therefore, the requirement is unneces- 


sary. 


The Office proposes to add §2.89(h), stating that if the extension 
request is not filed within a reasonable time after it is signed, 
the Office may require a substitute verification or declaration 
under §2.20 that the applicant still has a bona fide intention 
to use the mark in commerce. This codifies current practice. 
TMEP §803.04. 


The Office proposes to revise §2.101(d)(1) to update a cross- 
reference. 


The Office proposes to revise §2.111(c)(1) to update a cross- 
reference. 


The Office proposes to revise §2.146(d) to delete “sixty days” 
and substitute “two months” as the deadline for filing certain 
petitions. This will make it easier to calculate the due date for 
a petition because it will not be necessary to count days. 


The Office proposes to add §2.146(i), stating that where a 
petitioner seeks to reactivate an application or registration that 
was abandoned or cancelled due to the loss or mishandling of 
papers mailed to or from the Office, the petition will be denied 
if the petitioner was not diligent in checking the status of the 
application or registration. This codifies current practice. TMEP 
§§413 and 1704. Even where a petitioner can show that the 
Office actually received papers, or can swear that a notice from 
the Office was never received by the petitioner, the Office now 
denies the petition if the petitioner waited too long before 
investigating the problem. This is because third parties may 
rely to their detriment on the information in the records of the 
Office that an application is abandoned or that a registration 
is expired. A third party may have diligently searched Office 
records and begun using a mark because the search showed 
no earlier-filed conflicting marks, or an examining attorney 
may have searched Office records and approved an earlier- 
filed application for a conflicting mark. This is consistent with 
the proposed amendment of §2.66(a)(2), discussed above. 


The Office proposes to add §2.146(j), stating that if the Com- 
missioner denies the petition, the petitioner may request recon- 
sideration by: (1) filing the request within two months of the 
mailing date of the decision denying the petition; and (2) paying 
a second petition fee under §2.6. Currently, the rules do not 
specifically provide for requests for reconsideration of petition 
decisions, but the Commissioner has the discretion to consider 
these requests under §2.146(a)(3). The Office believes that an 
additional fee should be required to pay for the work done in 
processing the request for reconsideration. This is consistent 
with proposed §2.66(f)(3), discussed above. 





The Office proposes to revise §2.151 to update a cross-reference 
and simplify the language. 


The Office proposes to revise §2.155 to update a cross-reference 
and simplify the language. 


The Office proposes to revise §2.156 to update a cross-reference 
and simplify the language. 


The Office proposes to add §2.160, “Affidavit or declaration 
of continued use or excusable nonuse required to avoid cancel- 
lation.” Proposed §§2.160(a)(1) and (2) list the deadlines for 
filing the affidavit or declaration, and proposed §2.160(a)(3) 
states that the owner may file the affidavit or declaration within 
six months after expiration of these deadlines, with an additional 
grace period surcharge. Currently, there is no grace period for 
filing a §8 affidavit. 


Proposed §2.160(b) advises that §2.161 lists the requirements 
for the affidavit or declaration. 


The Office proposes to change the heading of §2.161 to 
“Requirements for a complete affidavit or declaration of con- 
tinued use or excusable nonuse,” and to revise §2.161 to list 
the proposed requirements for the affidavit or declaration. 


The Office proposes to revise 2.161 (a) to state that the owner 
must file the affidavit or declaration within the period set forth 
in §8 of the Act. 
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The Office proposes to revise §2.161 (b) to state that the affi- 
davit or declaration must include a verified statement that is 
signed and verified (sworn to) or supported by a declaration 
under §2.20 by a person properly authorized to sign on behalf 
of the owner, attesting to the continued use or excusable nonuse 
of the mark within the period set forth in §8 of the Act. The 
Office also proposes to revise §2.161(b)(2) to state that a person 
properly authorized to sign on behalf of the owner includes a 
person with legal authority to bind the owner and/or a person 
with firsthand knowledge and actual or implied authority to 
act on behalf of the owner. 


The Office proposes to add §2.161(d)(2), requiring a surcharge 
for filing an affidavit or declaration of continued use or excus- 
able nonuse during the grace period. 


The Office proposes to add §2.161(d)(3), stating that if the fee 
submitted is enough to pay for at least one class, but not enough 
to pay for all the classes, and the particular class(es) covered 
by the affidavit or declaration are not specified, the Office will 
issue a notice requiring either the submission of additional 
fee(s) or an indication of the class(es) to which the original 
fee(s) should be applied; that additional fee(s) may be submitted 
if the requirements of §2.164 are met; and that if additional 
fees are not submitted and the class(es) to which the original 
fee(s) should be applied are not specified, the Office will pre- 
sume that the fee(s) cover the classes in ascending order, begin- 
ning with the lowest numbered class. 


Proposed §2.161 (e) requires that the affidavit or declaration 
list both the goods or services on which the mark is in use in 
commerce and the goods or services for which excusable nonuse 
is claimed. Currently, a list of the goods or services is not 
required when excusable nonuse is claimed. In re Conusa Corp., 
32 USPQ2d 1857 (Comm’r Pats. 1993). However, TLTIA §105 
amends §8(b)(2) of the Act to specifically require “an affidavit 
setting forth those goods on or in connection with which the 
mark is not in use.” 


The Office proposes to eliminate the requirement that the affi- 
davit or declaration specify the type of commerce in which the 
mark is used, currently required by §2.162(e). Section 8 of the 
Act does not require that the affidavit or declaration list the 
type of commerce. Because the definition of “commerce” in §45 
of the Act is “all commerce which may lawfully be regulated by 
Congress,” the Office will presume that a registrant who states 
that the mark is in use in commerce is stating that the mark is 
in use in a type of commerce that Congress can regulate. 


The Office proposes to move the substance of §2.162(f) to 
§2.161 (f)(2), and to revise it to add a requirement that the 
affidavit state the date when use of the mark stopped and the 
approximate date when use will resume. This codifies current 
practice. Office actions are often issued requiring a statement 
as to when use of the mark stopped and when use will resume, 
because this information is needed to determine whether the 
nonuse is excusable, within the meaning of §8 of the Act. 


The Office proposes to move the substance of §2.162(e) to 
§2.161(g), and to revise it to state that the affidavit must include 
a specimen for each class of goods or services; that the specimen 
should be no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long; and that if the applicant files a specimen 
that exceeds these size requirements (a “bulky specimen”), the 
Office will create a facsimile of the specimen that meets the 
requirements of the rule (i.e., is flat and no larger than 8 1/2 
inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long) and 
put it in the file wrapper. See the discussion above under 
“Supplementary Information/Bulky Specimens.” 


The Office proposes to add §2.161(h), requiring a designation 
of a domestic representative if the registrant is not domiciled 
in the United States. This reflects §8(f) of the Act, as amended, 
and is consistent with current practice. 


The Office proposes to move the substance of §2.163 to §2.162, 
and to revise it to say that the only notice of the requirement 
for filing the §8 affidavit or declaration of continued use or 
excusable nonuse is sent with the certificate of registration 
when it is originally issued. This merely clarifies, and does not 
change, current practice. 
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The Office proposes to move the substance of current §2.164 
to the introductory text of new §2.163. 


The Office proposes to state in §2.163(a) that if the owner of 
the registration files the affidavit or declaration within the time 
periods set forth in §8 of the Act, deficiencies may be corrected 
if the requirements of §2.164 are met. 


The Office proposes to add §2.163(b), stating that a response 
to an examiner’s Office action must be filed within six months 
of the mailing date, or before the end of the filing period set 
forth in §8(a) or §8(b) of the Act, whichever is later, or the 
registration will be cancelled. 


The Office proposes to add §2.164, “Correcting deficiencies in 
affidavit or declaration.” This section changes current practice. 
There are now some deficiencies that can be corrected after 
the statutory deadline for filing the affidavit or declaration, 
such as supplying evidence that the party who filed the affidavit 
or declaration was the owner of the mark as of the filing date, 
or submitting an additional fee. Other requirements must be 
satisfied before the expiration of the statutory deadline to avoid 
cancellation of the registration. In re Mother Tucker’s Food 
Experience (Canada) Inc., 925 F.2d 1402, 17 USPQ2d 1795 
(Fed. Cir. 1991) (allegation of use in commerce); In re Metro- 
tech, 33 USPQ2d 1049 (Comm’r Pats. 1993) (specimen); In 
re Bonbons Barnier S.A., 17 USPQ2d 1488 (Comm’r Pats. 
1990) (listing of goods or services). 








TLTIA §105 adds §8(c)(2) of the Act to allow correction of 
deficiencies, with payment of a deficiency surcharge. The Act 
does not define “deficiency,” but instead gives the Office broad 
discretion to set procedures and fees for correcting deficiencies. 


Proposed §2.164(a)(1) states that if the owner files the affidavit 
or declaration within the period set forth in §8(a) or §8(b) of 
the Act, deficiencies can be corrected before the end of this 
period without paying a deficiency surcharge; and deficiencies 
can be corrected after the expiration of this period with payment 
of the deficiency surcharge. 


The Office proposes to state in §2.164(a)(2) that if the owner 
files the affidavit or declaration during the grace period, defi- 
ciencies can be corrected before the expiration of the grace 
period without paying a deficiency surcharge, and after the 
expiration of the grace period with a deficiency surcharge. 


The Office proposes to state in §2.164(b) that if the affidavit 
or declaration is not filed within the time periods set forth in 
§8 of the Act, or if it is filed within that period by someone 
other than the owner, the registration will be cancelled. These 
deficiencies cannot be cured. 


Because §8(c)(2) of the Act specifically requires a deficiency 
surcharge, the Office proposes to require the deficiency sur- 
charge for correcting any type of deficiency, even one that 
could be corrected for no fee under current law. 


The Office proposes to change the heading of §2.165 to “Peti- 
tion to Commissioner to review refusal”; to remove the last 
two sentences of the current §2.165(a)(1); and to simplify the 
language of the rule. 


The Office proposes to remove present §2.166 because it is 
unnecessary. Proposed §§2.163(b) and 2.165(b) set forth the 
times when a registration will be cancelled. 


The Office proposes to add §2.166, “Affidavit of continued 
use or excusable nonuse combined with renewal application,” 
stating that an affidavit or declaration under §8 of the Act and 
a renewal application under §9 of the Act may be combined 
in a single document. 


The Office proposes to revise §2.167(c) to delete the require- 
ment that an affidavit or declaration under §15 of the Act (§15 
affidavit) specify the type of commerce in which the mark is 
used. 


The Office proposes to change the heading of §2.168 to “Affi- 
davit or declaration under § 15 combined with affidavit or decla- 
ration under §8, or with renewal application.” The Office 
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proposes to revise §2.168(a) to state that a §15 affidavit may 
be combined with a §8 affidavit, if the combined affidavit 
meets the requirements of both §§9 and 15 of the Act. The 
Office proposes to revise §2.168(b) to state that a §15 affidavit 
can be combined with a renewal application under §9 of the 
Act, if the requirements of both §§9 and 15 of the Act are met. 


The Office proposes to revise §2.173(a) to simplify the lan- 
guage. 


The Office proposes to revise §2.181 to indicate that renewal 
of a registration is subject to the provisions of §8 of the Act. 
This is consistent with the amendment to §9(a) of the Act. 


The Office proposes to change the heading of §2.182 to “Time 
for filing renewal application,” and to revise it to state that the 
renewal application must be filed within one year before the 
expiration date of the registration, or within the six-month grace 
period after the expiration date with an additional fee. This 
changes current practice. Section 9 of the Act now requires 
filing within six months before the expiration of the registration, 
or within a three-month grace period thereafter with a late fee. 


The Office proposes to change the heading of §2.183 to 
“Requirements for a complete renewal application,” and to 
revise it to delete the present renewal requirements and substi- 
tute new ones based on amended §9 of the Act. In particular, 
the Office proposes to delete the requirements for a specimen 
and declaration of use or excusable nonuse on or in connection 
with the goods or services listed in the registration, because 
these requirements have been removed from §9 of the Act. 
The proposed requirements for renewal are: (1) a signed request 
for renewal; (2) a renewal fee for each class; (3) a grace period 
surcharge for each class if the renewal application is filed 
during the grace period; (4) if the registrant is not domiciled 
in the United States, a designation of a domestic representative; 
and (5) if the renewal application covers less than all the goods 
or services, a list of the particular goods or services to be 
renewed. 


The Office proposes to state in §2.183(f) that if the fee submitted 
is enough to pay for at least one class, but not enough to pay 
for all the classes, and the class(es) covered by the renewal 
application are not specified, the Office will issue a notice 
requiring either the submission of additional fee(s) or an indica- 
tion of the class(es) to which the original fee(s) should be 
applied; that additional fee(s) may be submitted if the require- 
ments of §2.185 are met; and that if the required fee(s) are not 
submitted and the class(es) to which the original fee(s) should 
be applied are not specified, the Office will presume that the 
fee(s) cover the classes in ascending order, beginning with the 
lowest numbered class. 


The Office proposes to revise and simplify the language of 
current §2.184 and to transfer some of its provisions to new 
§2.186. The revised provisions state that the Office will issue 
a notice if the renewal application is not acceptable; that a 
response to the refusal of renewal must be filed within six 
months of the mailing date of the Office action, or before the 
expiration date of the registration, whichever is later; and that 
the registration will expire if the renewal application is not 
filed within the time periods set forth in §9(a) of the Act. 


The Office proposes to add §2.185, “Correcting deficiencies 
in renewal application.” This section changes current practice. 
There are now some deficiencies that can be corrected after 
the statutory deadline for filing the renewal application, such 
as supplying evidence that the party who filed the application 
was the owner of the registration on the filing date. Other 
requirements, such as the renewal fee, must be met before the 
end of the statutory filing period, or the registration will expire. 


In re Culligan International Co., 915 F.2d 680, 16 USPQ2d 
1234 (Fed. Cir. 1990). 


Under amended §9, the renewal application must be filed within 
the renewal period or grace period specified in §9(a) of the 
Act, or the registration will expire. However, if the renewal 
application is timely filed, any deficiencies may be corrected 
after expiration of the statutory filing period, with payment of 
a deficiency surcharge. 
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The Office proposes to state in §2.185(a)(1)that if the renewal 
application is filed within one year before the registration 
expires, deficiencies may be corrected before the registration 
expires without paying a deficiency surcharge, or after the 
registration expires with payment of the deficiency surcharge 
required by §9(a) of the Act. 


The Office proposes to state in §2.185(a)(2) that if the renewal 
application is filed during the grace period, deficiencies may 
be corrected before the expiration of the grace period without 
paying a deficiency surcharge, and after the expiration of the 
grace period with payment of the deficiency surcharge required 
by §9(a) of the Act. 


The Office proposes to state in §2.185(b) that if the renewal 
application is not filed within the time periods set forth in §9(a) 
of the Act, the registration will expire. This deficiency cannot 
be cured. 


Because §9(a) of the Act specifically requires a deficiency 
surcharge, the Office proposes to charge the deficiency sur- 
charge for correcting any type of deficiency, even one that 
could be corrected for no fee under current law. 


The Office proposes to add new §2.186, “Petition to Commis- 
sioner to review refusal of renewal.” 


Proposed §2.186(a) states that a response to the examiner’s 
initial refusal is required before filing a petition to the Commis- 
sioner, unless the examiner directs otherwise. This is consistent 
with the current §2.184(a). 


Proposed §2.186(b) states that if the examiner maintains the 
refusal of the renewal application, a petition to the Commis- 
sioner to review the action may be filed within six months of 
the mailing date of the Office action maintaining the refusal; 
and that if no petition is filed within six months of the mailing 
date of the Office action, the registration will expire. This is 
consistent with the current §2.184(b). 


Proposed §2.186(c) states that a decision by the Commissioner 
is necessary before filing an appeal or commencing a civil 
action in any court. This is consistent with the current §2.184(d). 


The Office proposes to amend §3.16 to state that an applicant 
may assign an application based on §1(b) of the Act once the 
applicant files an amendment to allege use under §1(c) of the 
Act. 


The Office proposes to change the heading of §3.24 to “Require- 
ments for documents and cover sheets relating to patents and 
patent applications.” The Office proposes to list the recording 
requirements for patents in §3.24, and to add new §3.25 listing 
the recording requirements for trademark applications and reg- 
istrations. 


Section 3.25 identifies the types of documents one can submit 
when recording documents that affect some interest in trade- 
mark applications or registrations. The section also identifies 
the Office’s preferred format for cover sheets and other docu- 
ments. 


The Office proposes to revise §3.28 to state a preference that 
separate cover sheets be used for patents and trademarks. 


The Office proposes to revise §3.31(a)(4) to set forth the require- 
ments for identifying a trademark application where the applica- 
tion serial number is not known. 


The Office proposes to delete the requirement currently in §3.3 
1(a)(9) that a cover sheet contain a statement that the information 
on the cover sheet is correct and that any copy of the document 
submitted is a true copy. 


The Office proposes to amend §3.31(b) to state that a cover 
sheet “should” not refer to both patents and trademarks and to 
put the public on notice that if a cover sheet contains both 
patent and trademark information, all information will become 
public after recordation. 


The Office proposes to add §3.31(d) to state the Office’s prefer- 
ence that a trademark cover sheet include the serial number or 
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registration number of the trademark affected by the convey- 
ance or transaction, an identification of the mark, and a descrip- 
tion of the mark. 


The Office proposes to add §3.31(e) to state the Office’s prefer- 
ence that the cover sheet include the total number of applica- 
tions, registrations, or patents identified on the cover sheet and 
the total fee. 


The Office proposes to revise §6.1 to incorporate classification 
changes that became effective January 1, 1997, as listed in 
the International Classification of Goods and Services for the 
Purposes of the Registration of Marks (7th ed. 1996), published 
by the World Intellectual Property Organization (WIPO). 


Environmental, Energy, and Other Considerations 


The Office has determined that the proposed rule changes have 
no federalism implications affecting the relationship between 
the National Government and the State as outlined in Executive 
Order 12612. 


The Chief Counsel for Regulation of the Department of Com- 
merce has certified to the Chief Counsel for Advocacy of the 
Small Business Administration, that the proposed rule changes 
will not have a significant impact on a substantial number of 
small entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). 
This rule implements the Trademark Law Treaty Implementa- 
tion Act and simplifies and clarifies procedures for registering 
trademarks and maintaining and renewing trademark registra- 
tions. The rule will not significantly impact any businesses. 
The principal effect of the rule is to make it easier for applicants 
to obtain a filing date. No additional requirements are added 
to maintain registrations. Furthermore, this rule simplifies the 
procedures for registering trademarks in proposed sections 2.21, 
2.32, 2.34, 2.45, 2.76, 2.88, 2.161, 2.167 and 2.183 of the 
Trademark rules. As a result, an initial regulatory flexibility 
analysis was not prepared. 


The proposed rule changes are in conformity with the require- 
ments of the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), 
Executive Order 12612, and the Paperwork Reduction Act of 
1995 (PRA) (44 U.S.C. 3501 et seq.). The proposed changes 
have been determined to be not significant for purposes of 
Executive Order 12866. 


Notwithstanding any other provision of law, no person is 
required to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the 
requirements of the PRA unless that collection of information 
displays a currently valid OMB control number. 


This rule contains collections of information requirements sub- 
ject to the PRA. This rule discusses changes in the information 
required from the public to obtain registrations for trademarks 
and service marks, to submit affidavits or declarations of con- 
tinued use or excusable nonuse, statements of use, requests for 
extensions of time to file statements of use, and to renew 
registrations. This rule proposes to delete requirements to iden- 
tify the method of use of a mark and the type of commerce in 
which a mark is used. 


Additionally, the rule removes the requirement that requests 
for recordation of documents be accompanied by originals or 
true copies of these documents. The rule proposes to allow 
for the filing of powers of attorney that pertain to multiple 
registrations or applications for registration, and proposes cer- 
tain requirements for filing such powers of attorney. Addition- 
ally, the rule proposes requirements for submitting §8 affidavits 
of continued use or excusable nonuse combined with §9 renewal 
applications, or §15 affidavits or declarations of incontestability 
combined with either §8 affidavits or declarations or with §9 
renewal applications. 


An information collection package supporting the changes to 
the above information requirements, as discussed in this rule, 
has been submitted to OMB for review and approval. The 
public reporting burden for this collection of information is 
estimated to average as follows: seventeen minutes for applica- 
tions to obtain registrations based on an intent to use the mark 
under §1(b) of the Act, if completed using paper forms; fifteen 
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minutes for applications to obtain registrations based on an 
intent to use the mark under §1(b) of the Act, if completed 
using an electronic form; twenty-three minutes for applications 
to obtain registrations based on use of the mark under §1(a) 
of the Act, if completed using paper forms; twenty-one minutes 
for applications to obtain registrations based on use of the mark 
under §1(a) of the Act, if completed using an electronic form; 
twenty minutes for applications to obtain registrations based 
on an earlier-filed foreign application under §44(d) of the Act, 
if completed using paper forms; nineteen minutes for applica- 
tions to obtain registrations based on an earlier-filed foreign 
application under §44(d) of the Act, if completed using an 
electronic form; twenty minutes for applications to obtain regis- 
trations based on registration of a mark in a foreign applicant’ s 
country of origin under §44(e) of the Act; thirteen minutes for 
allegations of use of the mark under §§2.76 and 2.88; ten 
minutes for requests for extension of time to file statements of 
use under §2.89; fourteen minutes for renewal applications 
under §9 of the Act combined with affidavits or declarations 
of continued use or excusable nonuse under §8 of the Act; 
fourteen minutes for combined affidavits/declarations of use 
and incontestability under §§8 and 15 of the Act; eleven minutes 
for an affidavit or declaration of continued use or excusable 
nonuse under §8 of the Act; eleven minutes for a renewal 
application under §9 of the Act; eleven minutes for a declaration 
of incontestability under §15 of the Act; three minutes for 
powers of attorney and designations of domestic representa- 
tives; and thirty minutes for a trademark recordation form cover 
sheet. These time estimates include the time for reviewing 
instructions, searching existing data sources, gathering and 
maintaining the data needed, and completing and reviewing 
the collection of information. Comments are invited on: (1) 
whether the collection of information is necessary for proper 
performance of the functions of the agency; (2) the accuracy 
of the agency’ s estimate of the burden; (3) ways to enhance 
the quality, utility, and clarity of the information to be collected; 
and (4) ways to minimize the burden of the collection of infor- 
mation to respondents. 


This rule also involves information requirements associated 
with amendments, oppositions, and petitions to cancel. The 
amendments and the oppositions have been previously 
approved by OMB under control number 0651-0009. The peti- 
tions to cancel have been previously approved by OMB under 
control number 0651-0040. These requirements are not being 
resubmitted for review at this time. Send comments regarding 
this burden estimate, or any other aspect of this data collection, 
including suggestions for reducing the burden, to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
VA 22202-3513 (Attn: Ari Leifman), and to the Office of 
Information and Regulatory Affairs, OMB, 725 17th Street, 
N.W., Washington, D.C. 20230 (Attn: PTO Desk Officer). 


Proposed §§2.21, 2.32, 2.34, 2.45, 2.76, 2.88, 2.161, 2.167, 
and 2.183 may lessen the public reporting burden. 


An application to obtain a registration can only be accepted 
for review if a respondent provides certain required minimum 
elements; otherwise, the Office will return the application to 
the respondent. Proposed §2.21 lessens the number of these 
required minimum elements. Therefore, the number of applica- 
tions returned to respondents may decline, and this may result 
in fewer multiple submissions of applications to obtain registra- 
tions from single respondents. 


An application to obtain registration must identify at least one 
legal basis for filing the application. Currently, two of these 
bases, use of the mark and a bona fide intention to use the 
mark, may not be identified in a single application. Proposed 
§2.34 allows a respondent to assert each of these bases with 
respect to different goods or services in a single application. 
This may allow some applicants to submit a single application 
rather than multiple applications. 


Currently, applicants must describe the manner in which the 
mark is used or intended to be used in applications for registra- 
tion of trademarks and service marks, in applications for regis- 
tration of collective membership marks, in applications for 
registration of certification marks, in amendments to allege use 
of a mark, and in statements of use. Proposed §2.32 removes 
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this requirement with respect to applications for registration of 
trademarks, service marks and collective membership marks; 
proposed §2.45 removes this requirement with respect to appli- 
cations to register certification marks; proposed §2.76 removes 
this requirement with respect to amendments to allege use: 
and proposed §2.88 removes this requirement with respect to 
statements of use. The Office estimates that the removal of 
this requirement may reduce the time needed to complete each 
of these submissions by two minutes. 


Currently, the type of commerce in which a mark is used must 
be specified in affidavits or declarations of continued use or 
excusable nonuse, in applications for renewal, and in declara- 
tions of incontestability. Proposed §2.161 eliminates this 
requirement with respect to declarations of continued use; pro- 
posed §2.167 eliminates this requirement with respect to decla- 
rations of incontestability; and proposed §2.183 eliminates this 
requirement with respect to applications for renewal. The Office 
estimates that the removal of this requirement may reduce the 
time needed to complete each of these submissions by one 
minute. 


List of Subjects 

37 CFR Part | 

Administrative practice and procedure, Patents. 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 

Administrative practice and procedure, Patents, Trademarks. 
37 CFR Part 6 

Trademarks. 


For the reasons given in the preamble and under the authority 
contained in 35 U.S.C. 6 and 15 U.S.C. 41, as amended, the 
Patent and Trademark Office proposes to amend parts 1, 2, 3, 
and 6 of title 37 as follows: 


PART I - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for part 1 continues to read as follows: 
authority: 35 U.S.C. 6, unless otherwise noted. 

la. Amend §1.1 by revising paragraph (a)(2) to read as follows: 


§1.1 Addresses for correspondence with the Patent and 
Trademark Office. 


(a) ROK 





(2) Trademark correspondence. 


(i) Send all trademark filings and correspondence, except as 
specified below or unless submitting electronically, to: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 


(ii) Send trademark-related documents for the Assignment Divi- 
sion to record to: 


Commissioner of Patents and Trademarks 
Box Assignment 
Washington, D.C. 20231 


(iii) Send requests for certified or uncertified copies of trade- 
mark applications and registrations, other than coupon orders 
for uncertified copies of registrations, to: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 


(iv) Send requests for coupon orders for uncertified copies of 
registrations to: 
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Commissioner of Patents and Trademarks 
Box 9 
Washington, D.C. 20231 


(v) An applicant may transmit an application for trademark 
registration electronically, but only if the applicant uses the 
Patent and Trademark Office’s electronic form. 


ok RK 


2. Amend § 1.4 by revising the last sentence of paragraph (a)(2), 
revising paragraphs (d)(1) and (d)(1)(ii), and adding a new 
paragraph (d)(1)(iii) to read as follows: 


§1.4 Nature of correspondence and signature requirements. 


gr 


(2) * * * See particularly the rules relating to the filing, pro- 
cessing, or other proceedings of national applications in subpart 
B, §§1.31 to 1.378; of internationalapplications in subpart C, 
§§1.401 to 1.499; of reexamination of patents in subpart D, 
§§1.501 to 1.570; of interferences in subpart E, $§1.601 to 
1.690; of extension of patentterm in subpart F, §§1.710 to 
1.785; and of trademark applications and registrations, §§2.11 
to 2.186. 


2K KK 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in a patent or 
trademark application, reexamination proceeding, patent or 
trademark interference proceeding, patent file or trademark 
registration file, trademark opposition proceeding, trademark 
cancellation proceeding, or trademark concurrent use pro- 
ceeding, which requires a person’s signature, must: 


(i) KK 


(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission (§ 1.6(d)), of an original. In the event that a 
copy of the original is filed, the original should be retained as 
evidence of authenticity. If a question of authenticity arises, 
the Office may require submission of the original; or 


(iii) Where an electronically transmitted trademark filing is 
permitted, the person who signs the filing must either: 


(A) Place a symbol comprised of numbers and/or letters 
between two forward slash marks in the signature block on the 
electronic submission; and print, sign and date in permanent 
ink, and maintain a paper copy of the electronic submission. 
Additionally, the person who signs the filing must maintain a 
verified statement confirming that the signatory has adopted 
the symbol shown in the signature block to verify the contents 
of the filing, and that the information in the electronic submis- 
sion is identical to the information in the paper copy of the 
submission. This verified statement should not be submitted; 
or 


(B) Sign the verified statement using some other form of elec- 
tronic signature specified by the Commissioner. 


KKK 


3. Amend §1.5 by revising paragraph (c) to read as follows: 
§1.5 Identification of application, patent or registration. 


KKK 


(c)(1) A letter about a trademark application should identify 
the serial number, the name of the applicant, and the mark. 


(2) A letter about a registered trademark should identify the 
registration number, the name of the registrant, and the mark. 


KK KA 


4. Amend §1.6 by revising paragraph (a)(1), and adding new 
paragraph (a)(4), to read as follows: 


§1.6 Receipt of correspondence. 


(a) RK 
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(1) The Patent and Trademark Office is not open for the filing 
of correspondence on any day that is a Saturday, Sunday, or 
Federal holiday within the District of Columbia. Except for 
correspondence transmitted by facsimile under paragraph 
(a)(3), or filed electronically under paragraph (a)(4) of this 
section, no correspondence is received in the Office on Satur- 
days, Sundays, or Federal holidays within the District of 
Columbia. 


KKEKK 


(4) Trademark-related correspondence transmitted electroni- 
cally will be stampedwith the date on which the Office receives 
the transmission. 


KKK 
5. Revise $1.23 to read as follows: 
§1.23 Method of payment. 


All payments of money required for Patent and Trademark 
Office fees, including fees for the processing of international 
applications (§ 1.445), shall be made in U.S. dollars and in the 
form of cashier’s checks, Treasury notes, post office money 
orders, or by certified check. If sent in any other form, the 
Office may delay or cancel the credit until collection is made. 
Payments for USPTO electronic applications and other elec- 
tronic submissions authorized by the USPTO may be made by 
credit card identified on the electronic form. Money orders and 
checks must be made payable to the Commissioner of Patents 
and Trademarks. Remittances from foreign countries must be 
payable and immediately negotiable in the United States for 
the full amount of the fee required. Money sent by mail to the 
Office will be at the risk of the sender; letters containing cur- 
rency should be registered. 


PART 2 - RULES APPLICABLE TO TRADEMARK 
CASES 


6. The authority citation for part 2 continues to read as follow: 
authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
6a. Revise §2.1 to read as follows: 

§2.1 Sections of part 1 applicable. 


Sections 1.1 to 1.26 of this chapter apply to trademark cases, 
except those parts that specifically refer to patents, and except § 
1.22 to the extent that it is inconsistent with §§2.85(e), 2.101(d), 
2.111(c), 2.164, or 2.185. Other sections of part 1 incorporated 
by reference in part 2 also apply to trademark cases. 


7. Section 2.6 is amended by revising the introductory text, 
paragraphs (a)(5), (a)(6), (a)(12), (a)(13), (a)(14), (a)(19), 
(a)(20), and (a)(21) to read as follows: 


§2.6 Trademark fees. 


The Patent and Trademark Office requires the following fees 
and charges: 


(a) KKK 


(5) For filing an application for renewal of a registration, 
SIN gas ccenisoce soap acadvess evcarisuckconlasirase hid onseaibiad $200.00 


(6) Additional fee for filing a renewal application during the 
EE ORIG, ET CUNO oon sacs nsisciiscnstesversnsessesescsesetseien $100.00 


(12) For filing an affidavit under section 8 of the Act, 
SI iad scent rereecise Shas nimi sndeiaens $200.00 


(13) For filing an affidavit under section 15 of the Act, 
NU TENOR oo sas css sactans gs cas ecuinnsn scours cas oesesayscnecsbeiglavcaeiaee $200.00 


(14) Additional fee for filing a section 8 affidavit during 
Bie ERC RIG, ET CIS 5.5 os cocsssessnenscocesseaivcesosssenrss $100.00 
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(19) For filing a request to divide an application, per 


new application (file wrapper) 
MMIII scl oavct odadsscnctctasstaka hocnhahsesiiscois sesisinrstsiceamecs neyo’ $300.00 


(20) For correcting a deficiency in a section 8 affidavit 
$100.00 


(21) For correcting a deficiency in a renewal 
application 


8. Amend §2.17 by adding paragraphs (c) and (d) to read as 
follows: 


§2.17 Recognition for representation. 


KKK 


(c) To be recognized as a representative, an attorney as defined 
in §10.1(c) of this chapter may file a power of attorney, appear 
in person, or sign a paper on behalf of an applicant or registrant 
that is filed with the Office in a trademark case. 


(d) A party may file a power of attorney that relates to more 
than one trademark application or registration, or to all existing 
and future applications and registrations of that party. A party 
relying on a power of attorney concerning more than one appli- 
cation or registration must: 


(1) Include a copy of the previously filed power of attorney; 
or 


(2) Refer to the power of attorney, specifying the filing date 
of the previously filed power of attorney; the application serial 
numiber (if known), registration number, or inter partes pro- 
ceeding number for which the original power of attorney was 
filed; and the name of the party who signed the power of 
attorney; or, if the application serial number is not known, 
submit a copy of the application or a copy of the mark, and 
specify the filing date. 


9. Revise §2.20 to read as follows: 
§2.20 Declarations in lieu of oaths. 


Instead of an oath, affidavit, verification, or sworn statement, 
the following language may be used: 


I declare pursuant to the provisions of 18 
U.S.C. 1001 and under the penalty of perjury 
that all statements made of my own knowledge 
are true and that all statements made on infor- 
mation and belief are believed to be true. | 
understand that willful false statements and the 
like are punishable by fine or imprisonment, 
or both, and may jeopardize the validity of 
the application or document or any registration 
resulting therefrom. 


10. Revise §2.21 to read as follows: 
§2.21 Requirements for receiving a filing date. 


(a) The Office will grant a filing date to an application that 
contains all of the following: 


(1) The name of the applicant; 

(2) A name and address for correspondence; 
(3) A clear drawing of the mark; 

(4) A listing of the goods or services; and 


(5) The filing fee for at least one class of goods or services, 
required by §2.6. 


(b) If the applicant does not submit all the elements required 
in paragraph (a), the Office may return the papers with an 
explanation of why the filing date was denied. 


(c) The applicant may correct and resubmit the application 
papers. If the resubmitted papers and fee meet all the require- 
ments of paragraph (a) of this section, the Office will grant a 
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filing date as of the date the Office receives the corrected 
papers. 

11. Remove and reserve §2.31. 

12. Revise §2.32 to read as follows: 


§2.32 Requirements for written application. 


(a) The application must be in English and include the fol- 
lowing: 


(1) A request for registration; 
(2) The name of the applicant(s); 
(3)(i) The citizenship of the applicant(s); or 


(ii) If the applicant is a corporation, association, partnership 
or other juristic person, the state or nation under the laws of 
which the applicant is organized; and 


(iii) If the applicant is a partnership, the names and citizenship 
of the general partners; 


(4) The address of the applicant; 
(5) One or more bases, as required by §2.34(a); 


(6) A list of the particular goods or services on or in connection 
with which the applicant uses or intends to use the mark. In a 
United States application filed undersection 44 of the Act, the 
scope of the goods or services covered by the section 44 basis 
may not exceed the scope of the goods or services in the foreign 
application or registration; and 


(7) The international class of goods or services, if known. See 
§6.1 of this chapter for a list of the international classes of 
goods and services. 


(b) The application must include a verified statement that meets 
the requirements of §2.33. 


(c) For the requirements for a multiple class application, see 
§2.86. 


13. Revise §2.33 to read as follows: 
§2.33 Verified statement. 


(a) The application must include a statement that is signed and 
verified (sworn to) or supported by a declaration under §2.20 
by a person properly authorized to sign on behalf of the appli- 
cant. A person who is properly authorized to sign on behalf 
of the applicant includes a person with legal authority to bind 
the applicant and/or a person with firsthand knowledge and 
actual or implied authority to act on behalf of the applicant. 


(b)(1) In an application under section I(a) of the Act, the verified 
statement must allege: 


That the applicant has adopted and is using the 
mark shown in the accompanying drawing; that 
the applicant believes it is the owner of the 
mark; that the mark is in use in commerce, 
specifying the type of commerce; that to the 
best of the declarant’s knowledge and belief, 
no other person has the right to use the mark 
in commerce, either in the identical form or in 
such near resemblance as to be likely, when 
applied to the goods or services of the other 
person, to cause confusion or mistake, or to 
deceive; that the specimen shows the mark as 
used on or in connection with the goods or 
services; and that the facts set forth in the appli- 
cation are true. 


(2) In an application under section l(b) or section 44 of the 
Act, the verified statement must allege: 


That the applicant has a bona fide intention 
to use the mark shown in the accompanying 
drawing in commerce on or in connection with 
the specified goods or services; that the appli- 
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cant believes it is entitled to use the mark; that 
to the best of the declarant’s knowledge and 
belief, no other person has the right to use the 
mark in commerce, either in the identical form 
or in such near resemblance as to be likely, 
when applied to the goods or services of the 
other person, to cause confusion or mistake, 
or to deceive; and that the facts set forth in the 
application are true. 


(c) If the verified statement is not filed within a reasonable 
time after it is signed, the Office may require the applicant to 
submit a substitute verification or declaration under §2.20 of 
the applicant’s continued use or bona fide intention to use the 
mark in commerce. 


(d) Where an electronically transmitted filing is permitted, the 
person who signs the verified statement must either: 


(1) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission. Addition- 
ally, the applicant must maintain a verified statement con- 
firming that the signatory has adopted the symbol shown in 
the signature block to verify the contents of the document, and 
that the information in the electronic submission is identical 
to the information in the paper copy of the submission. The 
applicant should not submit this verified statement; or 


(2) Sign the verified statement using some other form of elec- 
tronic signature specified by the Commissioner. 


14. Add §2.34 to read as follows: 
§2.34 Bases for filing. 


(a) The application must include one or more of the following 
four filing bases: 


(1) Use in c erce under section I(a) of the Act. The require- 
ments for anapplication based on section l(a) of the Act are: 


(i) The trademark owner’s verified statement that the mark is 
in use in commerce on or in connection with the goods or 
services listed in the application. If the verification is not filed 
with the initial application, the verified statement must allege 
that the mark was in use in commerce on or in connection 
with the goods or services listed in the application as of the 
application filing date; 


(ii) The date of the applicant’s first use of the mark anywhere 
on or in connection with the goods or services; 


(iii) The date of the applicant's first use of the mark in commerce 
as a trademark or service mark, specifying the type of com- 
merce; and 


(iv) One specimen showing how the applicant actually uses 
the mark in commerce. 


(v) An application may list more than one item of goods, or 
more than one service, provided the applicant has used the 
mark on or in connection with all the specified goods or services. 
The dates of use required by paragraphs (ii) and (iii) of this 
section may be for only one of the items specified. 


(2) Intent-to-use under section 1(b) of the Act. 


(i) In an application under section l(b) of the Act, the trademark 
owner must verify that it has a bona fide intention to use the 
mark in commerce on or in connection with the goods or 
services listed in the application. If the verification is not filed 
with the initial application, the verified statement must allege 
that the applicant had a bona fide intention to use the mark in 
commerce as of the filing date of the application. 


(ii) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 

3 


in a forei: icant’s co’ oO 


application under section 44(e) of the Act are: 
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(i) The trademark owner’s verified statement that it has a bona 
fide intention to use the mark in commerce on or in connection 
with the goods or services listed in the application. If the 
verification is not filed with the initial application, the verified 
statement must allege that the applicant had a bona fide intention 
to use the mark in commerce as of the filing date of the applica- 
tion. 


(ii) A certification or certified copy of a registration in the 
applicant’s country of origin showing that the mark has been 
registered in that country, and that the registration is in full 
force and effect. The certification or certified copy must show 
the name of the owner, the mark, and the goods or services 
for which the mark is registered. If the certification or certified 
copy is not in the English language, the applicant must submit 
a translation. 


(iii) If the record indicates that the foreign registration will 
expire before the United States registration will issue, the appli- 
cant must submit a certification or certified copy from the 
country of origin to establish that the registration has been 
renewed and will be in force at the time the United States 
registration will issue. If the certification or certified copy 
is not in the English language, the applicant must submit a 
translation. 


(iv) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 


(4) Claim of priority, based upon an earlier-filed foreign appli- 
cation, under section 44(d) of the Act. The requirements for 


an application under section 44(d) of the Act are: 





(i) A claim of priority, filed within six months of the filing date 
of the foreign application. Before publication or registration on 
the Supplemental Register, the applicant must either: 


(A) Specify the filing date and country of the first regularly 
filed foreign application; or 


(B) State that the application is based upon a subsequent regu- 
larly filed application in the same foreign country, and that 
any prior-filed application has been withdrawn, abandoned or 
otherwise disposed of, without having been laid open to public 
inspection and without having any fights outstanding, and has 
not served as a basis for claiming a fight of priority. 


(ii) Include the trademark owner’s verified statement that it 
has a bona fide intention to use the mark in commerce on or 
in connection with the goods or services listed in the application. 
If the verification is not filed with the initial application, the 
verified statement must allege that the applicant had a bona 
fide intention to use the mark in commerce as of the filing date 
of the application. 


(iii) Before the application can be approved for publication, or 
for registration onthe Supplemental Register, the applicant must 
establish a basis under section I(a), section l(b) or section 44(e) 
of the Act. 


(iv) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 


(b)(1) The applicant may claim more than one basis, provided 
that the applicant satisfies all requirements for the bases 
claimed. However, the applicant may not claim both sections 
l(a) and 1(b) for the identical goods or services in the same 
application. 


(2) If the applicant claims more than one basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. If some or all of the goods or services are 
covered by more than one basis, this must be stated. 


(c) The word “commerce” means commerce that Congress may 
lawfully regulate, as specified in section 45 of the Act. 
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15. Remove §2.37. 

16. Redesignate §2.35 as §2.37. 

17. Add new §2.35, to read as follows: 

§2.35 Adding, deleting, or substituting bases. 


(a) Before publication, the applicant may add or substitute a 
basis, if the applicant meets all requirements for the new basis, 
as stated in §2.34. The applicant may delete a basis at any 
time. 


(b) An applicant may not amend an application to add or 
substitute a basis after the mark has been published for opposi- 
tion. The applicant may delete a basis after publication. 


(c) When the applicant substitutes a basis, the Office will 
presume that the original basis was valid and the application 
will retain the original filing date, unless there is contradictory 
evidence in the record. 


(d) If an applicant properly claims a section 44(d) basis in 
addition to another basis, the applicant will retain the priority 
filing date under section 44(d) no matter which basis the appli- 
cant perfects. 


(e) The applicant may add or substitute a section 44(d) basis 
only within the six-month priority period following the filing 
date of the foreign application. 


(f) When the applicant adds or substitutes a basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. 


(g) When the applicant deletes a basis, the applicant must also 
delete any goods or services covered solely by the deleted 
basis. 


(h) Once an applicant claims a section l(b) basis as to any or 
all of the goods or services, the applicant may not amend the 


application to seek registration under section l(a) of the Act for 
those goods or services unless the applicant files an allegation of 
use under section l(c) or section I(d) of the Act. 


18. Amend §2.38 by revising paragraph (a) to read as follows: 
§2.38 Use by predecessor or by related companies. 


(a) If the first use of the mark was by a predecessor in title or 
by a related company (sections 5 and 45 of the Act), and the 
use inures to the benefit of the applicant, the dates of first use 
(§§2.34(a)(1)(ii) and (iii)) may be asserted with a statement 
that first use was by the predecessor in title or by the related 
company, as appropriate. 


19. Remove and reserve §2.39. 
20. Revise §2.45 to read as follows: 
§2.45 Certification mark. 


(a) In an application to register a certification mark under 
section 1(a) of the Act, the application shall include all appli- 
cable elements required by the preceding sections for trade- 
marks. In addition, the application must: specify the conditions 
under which the certification mark is used; allege that the 
applicant exercises legitimate control over the use of the mark; 
allege that the applicant is not engaged in the production or 
marketing of the goods or services to which the mark is applied; 
and include a copy of the standards that determine whether 
others may use the certification mark on their goods and/or in 
connection with their services. 


(b) In an application to register a certification mark under 
section l(b) or section 44 of the Act, the application shall include 
all applicable elements required by the preceding sections for 
trademarks. In addition, the application must: specify the condi- 
tions under which the certification mark is intended to be used; 
allege that the applicant intends to exercise legitimate control 
over the use of the mark; and allege that the applicant will not 
engage in the production or marketing of the goods or services 
to which the mark is applied. When the applicant files an 
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amendment to allege use undersection I(c) of the Act, or a 
statement of use under section 1(d) of the Act, the applicant 
must submit a copy of the standards that determine whether 
others may use the certification mark on their goods and/or in 
connection with their services. 


21. In §2.51, remove paragraphs (c), (d) and (e). 
22. Revise §2.52 to read as follows: 
§2.52 Types of drawings and format for drawings. 


(a) A drawing depicts the mark sought to be registered. The 
drawing must show only one mark. The applicant must include 
a clear drawing of the mark when the application is filed. There 
are two types of drawings: 


(1) Typed drawing. The drawing may be typed if the mark 
consists only of words, letters, numbers, common forms of 
punctuation, or any combination of these elements. In a typed 
drawing, every word or letter must be typed in uppercase type. 
If the applicant submits a typed drawing, the application is not 
limited to the mark depicted in any special form or lettering. 


(2) Special form drawing. A special form drawing is required 
if the mark has a two or three-dimensional design; or color; 
or words, letters, or numbers in a particular style of lettering; 
or unusual forms of punctuation. 


(i) Special form drawings must be made with a pen or by 
a process that will provide high definition when copied. A 
photolithographic, printer’s proof copy, or other high quality 
reproduction of the mark may be used. Every line and letter, 
including color lining and lines used for shading, must be black. 
All lines must be clean, sharp, and solid, and must not be fine 
or crowded. Gray tones or tints may not be used for surface 
shading or any other purpose. 


(ii) If necessary to adequately depict the commercial impression 
of the mark, the applicant may be required to submit a drawing 
that shows the placement of the mark by surrounding the mark 
with a proportionately accurate broken-line representation of 
the particular goods, packaging, or advertising on which the 
mark appears. The applicant must also use broken lines to show 
any other matter not claimed as part of the mark. For any 
drawing using broken lines to indicate placement of the mark, 
or matter not claimed as pan of the mark, the applicant must 
include in the body of the application a written description of 
the mark and explain the purpose of the broken lines. 


(iii) If the mark has three-dimensional features, the applicant 
must submit a drawing that depicts a single rendition of the 
mark, and the applicant must include a description of the mark 
indicating that the mark is three-dimensional. 


(iv) If the mark has motion, the applicant may submit a drawing 
that depicts a single point in the movement, or the applicant 
may submit a square drawing that contains up to four freeze 
frames showing various points in the movement, whichever 
best depicts the commercial impression of the mark. The appli- 
cant must also submit a written description of the mark. 


(v) If the mark has color, the applicant may claim that all or 
pan of the mark consists of one or more colors. To claim color, 
the applicant must submit a statement explaining where the 
color or colors appear in the mark and the nature of the color(s). 


(vi) If a drawing cannot adequately depict all significant features 
of the mark, the applicant must also submit a written description 
of the mark. 


(3) Sound, scent, and non-visual marks. The applicant is not 
required to submit a drawing if the applicant’s mark consists 
only of a sound, a scent, or other completely non-visual matter. 
For these types of marks, the applicant must submit a detailed 
written description of the mark. 


(b) Recommended Format for special form drawings 
(1) Type of paper and ink. The drawing should be on a piece 


of non-shiny, white paper that is separate from the application. 
Black ink should be used to depict the mark. 
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(2) Size of paper and size of mark. The drawing should be on 
paper that is 8 to 8 1/2 inches (20.3 to 21.6 cm.) wide and 11 
to 11.69 inches (27.9 to 29.7 cm.) long. One of the shorter 
sides of the sheet should be regarded as its top edge. The 
drawing should be between 2.5 inches (6.1 cm.) and 4 inches 
(10.3 cm.) high and/or wide. There should be at least a 1 inch 
(2.5 cm.) margin between the drawing and the edges of the 
paper, and at least a 1 inch (2.5 cm.) margin between the 
drawing and the heading. 





(3) Heading. Across the top of the drawing, beginning one inch 
(2.5 cm.) from the top edge, the applicant should type the 
following: applicant’s name; applicant’s address; the goods or 
services recited in the application, or a typical item of the goods 
or services if numerous items are recited in the application; 
the date of first use of the mark and first use of the mark in 
commerce in an application under section | (a) of the Act; the 
priority filing date of the relevant foreign application in an 
application claiming the benefit of a prior foreign application 
under section 44(d) of the Act. If the information in the heading 
is lengthy, the heading may continue onto a second page,but 
the mark should be depicted on the first page. 


(c) Drawings in electronicall lications. For an 
electronically transmitted application, if the drawing is in spe- 
cial form, the applicant must attach a digitized image of the 
mark to the electronic submission. 


23. Revise §2.56 to read as follows: 
§2.56 Specimens. 


(a) An application under section l(a) of the Act, an amendment 
to allege use under §2.76, and a statement of use under §2.88 
must each include one specimen showing themark as used on 
or in connection with the goods, or in the sale or advertising 
of theservices in commerce. 


(b)(1) A trademark specimen is a label, tag, or container for 
the goods, or a display associated with the goods. The Office 


may accept another document related to the goods or the sale 
of the goods when it is not possible to place the mark on the 
goods or packaging for the goods. 


(2) A service mark specimen must show the mark as actually 
used in the sale or advertising of the services. 


(3) A collective trademark or collective service mark specimen 
must show how a member uses the mark on the member’s 
goods or in the sale or advertising of the member’s services. 


(4) A collective membership mark specimen must show use by 
members to indicate membership in the collective organization. 


(5) A certification mark specimen must show how a person 
other than the owner uses the mark to certify regional or other 
origin, material, mode of manufacture, quality, accuracy, or 
other characteristics of that person’s goods or services; or that 
members of a union or other organization performed the work 
or labor on the goods or services. 


(c) A photocopy or other reproduction of a specimen of the 
mark as actually used on or in connection with the goods, or 
in the sale or advertising of the services, is acceptable. However, 
a photocopy of the drawing required by §2.51 is not a proper 
specimen. 


(d)(1) The specimen should be flat, and not larger than 8 1/2 
inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long. If a 
specimen of this size is not available, the applicant may substi- 
tute a suitable photograph or other facsimile. 


(2) If the applicant files a specimen exceeding these size 
requirements (a “bulky specimen”), the Office will create a 
facsimile of the specimen that meets the requirements of the 
tule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 


wrapper. 
(3) In the absence of non-bulky alternatives, the Office may 


accept an audio or video cassette tape recording, CD-ROM, or 
other appropriate medium. 
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(4) For an electronically transmitted application, or other elec- 
tronic submission, the specimen must be submitted as a digitized 
image. 


24. Remove and reserve §2.57. 
25. Remove and reserve §2.58. 
26. Revise §2.59 to read as follows: 
§2.59 Filing substitute specimen(s). 


(a) In an application under section l(a) of the Act, the applicant 
may submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services. The applicant must verify by an affidavit or declaration 
under §2.20 that the substitute specimens were in use in com- 
merce at least as early as the filing date of the application. 
Verification is not required if the specimen is a duplicate or 
facsimile of a specimen already of record in the application. 


(b) In an application under section l(b) of the Act, after filing 
either an amendment to allege use under §2.76 or a statement 
of use under §2.88, the applicant may submit substitute speci- 
mens of the mark as used on or in connection with the goods, 
or in the sale or advertising of the services. If the applicant 
submits substitute specimen(s), the applicant must: 


(1) For an amendment to allege use under §2.76, verify by 
affidavit or declaration under §2.20 that the applicant used the 
substitute specimen(s) in commerce prior to filing the amend- 
ment to allege use. 


(2) For a statement of use under §2.88, verify by affidavit or 
declaration under §2.20 that the applicant used the substitute 
specimen(s) in commerce either prior to filing the statement 
of use or prior to the expiration of the deadline for filing the 
statement of use. 


27. Revise §2.66 to read as follows: 
§2.66 Revival of abandoned applications. 


(a) The applicant may file a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action or notice of allowance. The applicant must file 
the petition: 


(1) Within two months of the mailing date of the notice of 
abandonment; or 


(2) Within two months of actual knowledge of the abandon- 
ment, if the applicant did not receive the notice of abandonment, 
and the applicant was diligent in checking the status of the 
application. 


(b) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action are: 


(1) The petition fee required by §2.6; 


(2) A statement, signed by someone with firsthand knowledge 
of the facts, that the delay in filing the response on or before 
the due date was unintentional; and 


(3) Unless the applicant alleges that it did not receive the Office 
action, the proposed response. 


(c) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to a 
notice of allowance are: 


(1) The petition fee required by §2.6; 


(2) A statement, signed by someone with firsthand knowledge 
of the facts, that the delay in filing the statement of use (or 
request for extension of time to file a statement of use) on or 
before the due date was unintentional; 


(3) Unless the applicant alleges that it did not receive the 
notice of allowance and requests cancellation of the notice of 
allowance, the required fees for the number of requests for 
extensions of time to file a statement of use that the applicant 
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should have filed under §2.89 if the application had never been 
abandoned; 


(4) Unless the applicant alleges that it did not receive the 
notice of allowance and requests cancellation of the notice of 
allowance, either a statement of use under §2.88 or a request 
for an extension of time to file a statement of use under §2.89; 
and 


(5) Unless a statement of use is filed with or before the petition, 
or the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, 
the applicant must file any further requests for extensions of 
time to file a statement of use under §2.89 that become due 
while the petition is pending, or file a statement of use under 
§2.88. 


(d) In an application under section l(b) of the Act, the Commis- 
sioner will not grant the petition if this would permit the filing 
of a statement of use more than 36 months after the mailing 
date of the notice of allowance under section 13(b)(2) of the 
Act. 


(e) The Commissioner will grant the petition to revive if the 
applicant complies with the requirements listed above and 
establishes that the delay in responding was unintentional. 


(f) If the Commissioner denies a petition, the applicant may 
request reconsideration if the applicant: 


(1) Files the request within two months of the mailing date of 
the decision denying the petition; and 


(2) Pays a second petition fee under §2.6. 
28. Revise §2.71 to read as follows: 
§2.71 Amendments to correct informalities. 


The applicant may amend the application during the course of 
examination, when required by the Office or for other reasons. 


(a) The applicant may amend the application to clarify or limit, 
but not to broaden, the identification of goods and/or services. 


(b)(1) If the declaration or verification of an application under 
§2.33 is unsigned or signed by the wrong party, the applicant 
may submit a substitute verification or declaration under §2.20. 


(2) If the declaration or verification of a statement of use under 
§2.88, or a request for extension of time to file a statement of 
use under §2.89, is unsigned or signed by the wrong party, 
the applicant must submit a substitute verification before the 
expiration of the statutory deadline for filing the statement of 
use. 


(c) The applicant may amend the dates of use, provided that 
the applicant supports the amendment with an affidavit or decla- 
ration under §2.20, except that the following amendments are 
not permitted: 


(1) In an application under section 1(a) of the Act, the applicant 
may not amend the application to specify a date of use that is 
subsequent to the filing date of the application; 


(2) In an application under section l(b) of the Act, after filing 
a statement of use under §2.88, the applicant may not amend 
the statement of use to specify a date of use that is subsequent 
to the expiration of the deadline for filing the statement of use. 


(d) The applicant may amend the application to correct the 
name of the applicant, if there is a mistake in the manner in 
which the name of the applicant is set out in the application. 
The amendment must be supported by an affidavit or declaration 
under §2.20, signed by the applicant. However, the application 
cannot be amended to set forth a different entity as the applicant. 
An application filed in the name of an entity that did not own 
the mark as of the filing date of the application is void. 


29. Revise §2.72 to read as follows: 
§2.72 Amendments to description or drawing of the mark. 


(a) In an application based on use in commerce under section 
l(a) of the Act, the applicant may amend the description or 
drawing of the mark only if: 
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(1) The specimens originally filed, or substitute specimens filed 
under §2.59(a), support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


(b) In an application based on a bona fide intention to use a 
mark in commerce under section I(b) of the Act, the applicant 
may amend the description or drawing of the mark only if: 


(1) The specimens filed with an amendment to allege use or 
statement of use, or substitute specimens filed under §2.59(b), 
support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


(c) In an application based on a claim of priority under section 
44(d) of the Act, or on a mark duly registered in the country 
of origin of the foreign applicant under section 44(e) of the 
Act, the applicant may amend the description or drawing of 
the mark only if: 


(1) The description or drawing of the mark in the foreign 
registration certificate supports the amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


30. Amend §2.76 by revising paragraphs (b), (e)(2), and (e)(3), 
and adding paragraphs (i) and (j) to read as follows: 
§2.76 Amendment to allege use. 


* KKK 


(b) A complete amendment to allege use must include: 


(1) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant (see §2.33(a)(2)) that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, the type of commerce, and those goods or services 
specified in the application on or in connection with which the 
applicant uses the mark in commerce. 


(2) One specimen of the mark as actually used in commerce. 
See §2.56 for the requirements for specimens; and 


(3) The fee per class required by §2.6. 


* KK KK 


(e) KAK 


(2) One specimen or facsimile of the mark as used in commerce; 
and 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant that the mark is in use 
in commerce. 


KKK 


(i) If the applicant does not file the amendment to allege use 
within a reasonable time aeter it is signed, the Office may 
require a substitute verification or declaration under §2.20 
stating that the mark is still in use in commerce. 


(j) For the requirements for a multiple class application, see 
§2.86. 
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31. Revise §2.86 to read as follows: 


§2.86 Application may include multiple classes. 


(a) In a single application, an applicant may apply to register 
the same mark for goods and/or services in multiple classes. 
The applicant must: 


(1) Specifically identify the goods or services in each class; 
(2) Submit an application filing fee for each class; and 


(3) Include either dates of use (see §§2.34(a)(1)(ii) and (iii)) 
and one specimen for each class, or a statement of a bona fide 
intention to use the mark in commerce on or inconnection with 
all the goods or services specified in each class. The applicant 
may not claim both use in commerce and a bona fide intention 
to use the mark in commerce for the identical goods or services 
in one application. 


(b) An amendment to allege use under §2.76 or a statement of 
use under §2.88 must include, for each class, the required fee, 
dates of use, and one specimen. The applicant may not file the 
amendment to allege use or statement of use until the applicant 
has used the mark on all the goods or services, unless the 
applicant files a request to divide. See §2.87 for information 
regarding requests to divide. 


(c) The Office will issue a single certificate of registration for 
the mark, unless the applicant files a request to divide. See 
§2.87 for information regarding requests to divide. 


32. Amend §2.88 by revising paragraphs (b) and (e) and by 
adding paragraphs (k) and (1) to read as follows: 


§2.88 Filing statement of use after notice of allowance. 


AAR 


(b) A complete statement of use must include: 


(1) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant (see §2.33(a)(2)) that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, the type of commerce, and those goods or services 
specified in the notice of allowance on or in connection with 
which the applicant uses the mark in commerce; 


(2) One specimen of the mark as actually used in commerce. 
See §2.56 for the requirements for specimens; and 


(3) The fee per class required by §2.6. 


RAK 


(e) The Office will review a timely filed statement of use to 
determine whether it meets the following minimum require- 
ments: 


(1) The fee for at least a single class, required by §2.6; 
(2) One specimen of the mark as used in commerce; 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant that the mark is in use 
in commerce. If the verification or declaration is unsigned or 
signed by the wrong party, the applicant must submit a substi- 
tute verification on or before the statutory deadline for filing 
the statement of use. 


28 RR 


(k) If the statement of use is not filed within a reasonable time 
after the date it is signed, the Office may require a substitute 
verification or declaration under §2.20 stating that the mark is 
still in use in commerce. 
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(1) For the requirements for a multiple class application, see 
§2.86. 


33. Amend §2.89 by revising paragraphs (a), (b), and (d) and 
by adding paragraph (h) to read as follows: 


§2.89 Extensions of time for filing a statement of use. 


(a) The applicant may request a six-month extension of time 
to file the statement of use required by §2.88. The extension 
request must be filed within six months of the mailing date of 
the notice of allowance under section 13(b)(2) of the Act and 
must include the following: 


(1) A written request for an extension of time to file the state- 
ment of use; 


(2) The fee per class required by §2.6; and 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant (see §2.33(a)(2)) that 
the applicant still has a bona fide intention to use the mark in 
commerce, specifying the relevant goods or services. If the 
verification is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification within six 
months of the mailing date of the notice of allowance. 


(b) Before the expiration of the previously granted extension 
of time, the applicant may request further six-month extensions 
of time to file the statement of use by submitting the following: 


(1) A written request for an extension of time to file the state- 
ment of use; 


(2) The fee per class required by §2.6; 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under §2.20 by a person properly author- 
ized to sign on behalf of the applicant (see §2.33(a)(2)) that 
the applicant still has a bona fide intention to use the mark in 
commerce, specifying the relevant goods or services. If the 
verification is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification before the expi- 
ration of the previously granted extension; and 


(4) A showing of good cause, as specified in paragraph (d) of 
this section. 


KKK A 


(d) The showing of good cause must include a statement of 
the applicant’s on going efforts to make use of the mark in 
commerce on or in connection with each of the relevant goods 
or services. Those efforts may include product or service 
research or development, market research, manufacturing activ- 
ities, promotional activities, steps to acquire distributors, steps 
to obtain governmental approval, or other similar activities. 
In the alternative, the applicant must submit a satisfactory 
explanation for the failure to make efforts to use the mark in 
commerce. 


KK 


(h) If the extension request is not filed within a reasonable 
time after it is signed, the Office may require a substitute 
verification or declaration under §2.20 stating that the applicant 
still has a bona fide intention to use the mark in commerce. 


34. Amend §2.101 by revising paragraph (d)(1) to read as 
follows: 


§2.101 Filing an opposition. 


RK 


(d)(1) The opposition must be accompanied by the required 
fee for each party joined as opposer for each class in the 
application for which registration is opposed (see §2.6). If no 
fee, or a fee insufficient to pay for one person to oppose the 
registration of a mark in at least one class, is submitted within 
thirty days after publication of the mark to be opposed or within 
an extension of time for filing an opposition, the opposition 
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will not be refused if the required fee(s) is submitted to the 
Patent and Trademark Office within the time limit set in the 
notification of this defect by the Office. 


KK 


35. Amend §2.111 by revising paragraph (c)(1) to read as 
follows: 


§2.111 Filing petition for cancellation. 


2K KK 


(c)(1) The petition must be accompanied by the required fee 
for each class in the registration for which cancellation is sought 
(see §2.6). If the fee submitted is insufficient for a cancellation 
against all of the classes in the registration, and the particular 
class or classes against which the cancellation is filed are not 
specified, the Office will issue a written notice allowing peti- 
tioner a set time in which to submit the required fees(s) (pro- 
vided that the five-year period, if applicable, has not expired) 
or to specify the class or classes sought to be cancelled. If the 
required fee(s) is not submitted, or the specification made, 
within the time set in the notice, the cancellation will be pre- 
sumed to be against the class or classes in ascending order, 
beginning with the lowest numbered class, and including the 
number of classes in the registration for which the fees sub- 
mitted are sufficient to pay the fee due for each class. 


KK 

36. Amend §2.146 by revising paragraph (d) and by adding 
paragraphs (i) and (j) to read as follows: 

§2.146 Petitions to the Commissioner. 

KK 

(d) A petition must be filed within two months of the mailing 


date of the action from which relief is requested, unless a 
different deadline is specified elsewhere in this chapter. 


KK 


(i) Where a petitioner seeks to revive or reinstate an application 
or registration that was abandoned or cancelled because papers 
were lost or mishandled by the Office, the Commissioner may 
deny the petition if the petitioner was not diligent in checking 
the status of the application or registration. 


(j) If the Commissioner denies a petition, the petitioner may 
request reconsideration, if the petitioner: 


(1) Files the request within two months of the mailing date of 
the decision denying the petition; and 


(2) Pays a second petition fee under §2.6. 
37. Revise §2.151 to read as follows: 
§2.151 Certificate. 


When the Office determines that a mark is registrable, a certifi- 
cate will be issued stating that the applicant is entitled to regis- 
tration on the Principal Register or on the Supplemental 
Register. The certificate will state the date on which the applica- 
tion for registration was filed in the Office, the act under which 
the mark is registered, the date of issue, and the number of the 
registration. A reproduction of the mark and pertinent data 
from the application will be sent with the certificate. A notice 
of the requirements of section 8 of the Act will accompany 
the certificate. 


38. Revise §2.155 to read as follows: 

§2.155 Notice of publication. 

The Office will send the registrant a notice of publication of 
the mark and of the requirement for filing the affidavit or 
declaration required by section 8 of the Act. 


39. Revise §2.156 to read as follows: 


§2.156 Not subject to opposition; subject to cancellation. 
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The published mark is not subject to opposition, but is subject 
to petitions to cancel as specified in §2.111 and to cancellation 
for failure to file the affidavit or declaration required by section 
8 of the Act. 


40. Add §2.160 to read as follows: 


§2.160 Affidavit or declaration of continued use or excus- 
able nonuse required to avoid cancellation of registration. 


(a) During the following time periods, the owner of the registra- 
tion must file an affidavit or declaration of continued use or 
excusable nonuse, or the registration will be cancelled: 


(1)(i) For registrations issued under the Trademark Act of 1946, 
between the fifth and the sixth year after the date of registration; 
or 


(ii) For registrations issued under prior Acts, between the fifth 
and the sixth year after the date of publication under section 
12(c) of the Act; and 


(2) For all registrations, within the year before the end of every 
ten-year period after the date of registration. 


(3) The affidavit or declaration may be filed within a grace 
period of six months after the end of the deadline set forth in 
paragraphs (a)(1) and (a)(2), with payment of the grace period 
surcharge required by section 8(c)(1) of the Act and §2.6. 


(b) For the requirements for the affidavit or declaration, see 
§2.161. 


41. Revise §2.161 to read as follows: 


§2.161 Requirements for a complete affidavit or declaration 
of continued use or excusable nonuse. 


A complete affidavit or declaration under section 8 of the Act 
must: 


(a) Be filed by the owner within the period set forth in section 
8 of the Act; 


(b) Include a statement that is signed and verified (sworn to) 
or supported by a declaration under §2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable nonuse of the mark within the period 
set forth in section 8 of the Act. A person who is properly 
authorized to sign on behalf ofthe owner includes a person 
with legal authority to bind the owner and/or a person with 
firsthand knowledge and actual or implied authority to act on 
behalf of the owner. 


(c) Include the registration number; 


(d)(1) Include the fee required by §2.6 for each class of goods 
or services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace period 
under section 8(c)(1) of the Act, include the late fee per class 
required by §2.6; 


(3) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. Additional fees) 
may be submitted if the requirements of §2.164 are met. If the 
required fee(s) are not submitted and the class(es) to which the 
original fee(s) should be applied are not specified, the Office 
will presume that the fee(s) cover the classes in ascending 
order, beginning with the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is in use 
in commerce, and/or the goods or services for which excusable 
nonuse is claimed under §2.161(f)(2): 


(2) If the affidavit or declaration covers less than all the goods 
or services, or less than all the classes in the registration, specify 
the goods or services being deleted from the registration; 
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(f)(1) State that the registered mark is in use in commerce on 
or in connection with the goods or services in the registration; 
or (2) If the registered mark is not in use in commerce on or 
in connection with all the goods or services in the registration, 
set forth the date when use of the mark in commerce stopped 
and the approximate date when use is expected to resume; and 
recite facts to show that nonuse as to those goods or services 
is due to special circumstances that excuse the nonuse and is 
not due to an intention to abandon the mark. If the facts recited 
are found insufficient, further evidence or explanation may be 
submitted, if the requirements of §2.164 are met; 


(g) Include a specimen showing current use of the mark for 
each class of goods or services, unless excusable nonuse is 
claimed under §2.161(f)(2). The specimen must: 


(1) Show the mark as actually used on or in connection with 
the goods or in the sale or advertising of the services. A photo- 
copy or other reproduction of the specimen showing the mark as 
actually used is acceptable. However, a photocopy that merely 
reproduces the registration certificate is not a proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide by 
11.69 inches (29.7 cm.)long. If a specimen exceeds these size 
requirements (a “bulky specimen’’), the Office will create a 
facsimile of the specimen that meets the requirements of the 
rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 
wrapper; 


(h) If the registrant is not domiciled in the United States, the 
registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting 
the registration may be served. 


42. Revise §2.162 to read as follows: 
§2.162 Notice to registrant. 


When a certificate of registration is originally issued, the Office 
includes a notice of the requirement for filing the affidavit or 
declaration of use or excusable nonuse under section 8 of the 
Act. However the affidavit or declaration must be filed within 
the time period required by section 8 of the Act even if this 
notice is not received. 


43. Revise §2.163 to read as follows: 


§2.163 Acknowledgment of receipt of affidavit or declara- 
tion. 


The Office will issue a notice as to whether an affidavit or 
declaration is acceptable, or the reasons for refusal. 


(a) If the owner of the registration filed the affidavit or declara- 
tion within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected if the requirements of §2.164 
are met. 


(b) A response to the refusal must be filed within six months 
of the mailing date of the Office action, or before the end of 
the filing period set forth in section 8(a) orsection 8(b) of the 
Act, whichever is later. If no response is filed within this time 
period, the registration will be cancelled. 


44. Add §2.164 to read as follows: 
§2.164 Correcting deficiencies in affidavit or declaration. 


(a) If the owner of the registration files an affidavit or declara- 
tion within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected, as follows: 


(1) Correcting deficiencies in affidavits or declarations timely 
filed within the periods set forth in sections 8(a) and 8(b) of 


the Act. If the owner timely files the affidavit or declaration 
within the relevant filing period set forth in section 8(a) or 
section 8(b) of the Act, deficiencies may be corrected before the 
end of this filing period without paying a deficiency surcharge. 
Deficiencies may be corrected after the end of this filing period 
with payment of the deficiency surcharge required by section 
8(c)(2) of the Act and §2.6. 
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(2) Correcting deficiencies in affidavits or declarations filed 
during the grace period. If the affidavit or declaration is filed 
during the six-month grace period provided by section 8(c)(1) 
of the Act, deficiencies may be corrected before the expiration 
of the grace period without paying a deficiency surcharge. 
Deficiencies may be corrected after the expiration of the grace 
period with payment of the deficiency surcharge required by 
section 8(c)(2) of the Act and §2.6. 





(b) If the affidavit or declaration is not filed within the time 
periods set forth in section 8 of the Act, or if it is filed within 
that period by someone other than the owner, the registration 
will be cancelled. These deficiencies cannot be cured. 


45. Revise §2.165 to read as follows: 


§2.165 Petition to Commissioner to review refusal. 


(a) A response to the examiner’s initial refusal to accept an 
affidavit or declarationis required before filing a petition to 
the Commissioner, unless the examiner directs otherwise. See 
§2.163(b) for the deadline for responding to an examiner’s 
Office action. 


(b) If the examiner maintains the refusal of the affidavit or 
declaration, a petition to the Commissioner to review the action 
may be filed. The petition must be filed within six months of 
the mailing date of the action maintaining the refusal, or the 
Office will cancel the registration and issue a notice of the 
cancellation. 


(c) A decision by the Commissioner is necessary before filing 
an appeal or commencing a civil action in any court. 


46. Revise §2.166 to read as follows: 


§2.166 Affidavit of continued use or excusable nonuse com- 
bined with renewal application. 


An affidavit or declaration under section 8 of the Act and a 
renewal application under section 9 of the Act may be combined 
into a single document, provided that the document meets the 
requirements of both sections 8 and 9 of the Act. 


47. Amend §2.167 by revising paragraph (c) to read as follows: 


§2.167 Affidavit or declaration under section 15. 


KK KK 


(c) Recite the goods or services stated in the registration on or 
in connection with which the mark has been in continuous use 
in commerce for a period of five years after the date of registra- 
tion or date of publication under section 12(c) of the Act, and 
is still in use in commerce; 


KKK 


48. Revise §2.168 to read as follows: 


§2.168 Affidavit or declaration under section 15 combined 
with affidavit or declaration under section 8, or with 
renewal application. 


(a) The affidavit or declaration filed under section 15 of the 
Act may also be used as the affidavit or declaration required 
by section 8, if the affidavit or declaration meets the require- 
ments of both sections 8 and 15. 


(b) The affidavit or declaration filed under section 15 of the 
Act may be combined with an application for renewal of a 
registration under section 9 of the Act, if the requirements of 
both sections 9 and 15 are met. 


49. Amend §2.173 by revising the heading and paragraph (a) 
to read as follows: 


§2.173 Amendment of registration. 


(a) The registrant may apply to amend the registration or to 
disclaim part of the mark in the registration. A written request 
specifying the amendment or disclaimer must be submitted. 
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The request must be signed by the registrant and verified or 
supported by a declaration under §2.20, and accompanied by 
the required fee. If the amendment involves a change in the 
mark, a new specimen showing the mark as used on or in 
connection with the goods or services, and a new drawing 
of the amended mark, must be submitted. The certificate of 
registration or, if the certificate is lost or destroyed, a certified 
copy of the certificate, must also be submitted. The registration 
as amended must still contain registrable matter, and the mark 
as amended must be registrable as a whole. An amendment or 
disclaimer must not materially alter the character of the mark. 


KKK 


50. Amend §2.181 by revising paragraph (a)(1) to read as 
follows: 


§2.181 Term of original registrations and renewals. 


(a)(1) Subject to the provisions of section 8 of the Act requiring 
an affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed under the Act, prior to 
November 16, 1989, whether on the Principal Register or on 
the Supplemental Register, remain in force for twenty years 
from their date of issue or expiration, and may be renewed for 
periods of ten years from the expiring period unless previously 
cancelled or surrendered. 


KK KK 
51. Revise §2.182 to read as follows: 
§2.182 Time for filing renewal application. 


An application for renewal must be filed within one year before 
the expiration date of the registration, or within the six-month 
grace period after the expiration date of the registration. If no 
renewal application is filed within this period, the registration 
will expire. 


52. Revise §2.183 to read as follows: 
§2.183 Requirements for a complete renewal application. 
A complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant’s representative; 


(b) The fee required by §2.6 for each class; 


(c) The additional fee required by §2.6 for each class if the 
renewal application is filed during the six-month grace period 
set forth in section 9(a) of the Act; 


(d) If the registrant is not domiciled in the United States, the 
name and address of a United States resident on whom notices 
or process in proceedings affecting the registration may be 
served; and 


(e) If the renewal application covers less than all the goods or 
services in the registration, a list of the particular goods or 
services to be renewed. 


(f) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. Additional fee(s) 
may be submitted if the requirements of §2.185 are met. If the 
required fee(s) are not submitted and the class(es) to which the 
original fee(s) should be applied are not specified, the Office 
will presume that the fee(s) cover the classes in ascending 
order, beginning with the lowest numbered class. 


53. Revise §2.184 to read as follows: 
§2.184 Refusal of renewal. 


(a) If the renewal application is not acceptable, the Office will 
issue a notice stating the reason(s) for refusal. 


(b) A response to the refusal of renewal must be filed within 
six months of the mailing date of the Office action, or before 
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the expiration date of the registration, whichever is later, or 
the registration will expire. 


(c) If the renewal application is not filed within the time periods 
set forth in §9(a) of the Act, the registration will expire. 


54. Add §2.185 to read as follows: 
§2.185 Correcting deficiencies in renewal application. 


(a) If the renewal application is filed within the time periods set 
forth in section 9(a) of the Act, deficiencies may be corrected, as 
follows: 


(1)Correcting deficiencies in renewal applications filed within 
one year before the expiration date of the registration. If the 
renewal application is filed within one year before the expiration 
date of the registration, deficiencies may be corrected before the 
expiration date of the registration without paying a deficiency 
surcharge. Deficiencies may be corrected after the expiration 
date of the registration with payment of the deficiency surcharge 
required by section 9(a) of the Act and §2.6. 








(2) Correcting deficiencies in renewal applications filed during 
the grace period. If the renewal application is filed during the 
six-month grace period, deficiencies may be corrected before 
the expiration of the grace period without paying a deficiency 
surcharge. Deficiencies may be corrected after the expiration 
of the grace period with payment of the deficiency surcharge 
required by section 9(a) of the Act and §2.6. 





(b) If the renewal application is not filed within the time periods 
set forth in section 9(a) of the Act, the registration will expire. 
This deficiency cannot be cured. 


55. Add §2.186 to read as follows: 


§2.186 Petition to Commissioner to review refusal of 
renewal. 


(a) A response to the examiner’s initial refusal of the renewal 
application is required before filing a petition to the Commis- 
sioner, unless the examiner directs otherwise. See §2.184(b) 
for the deadline for responding to an examiner’s Office action. 


(b) If the examiner maintains the refusal of the renewal applica- 
tion, a petition to the Commissioner to review the refusal may 
be filed. The petition must be filed within six months of the 
mailing date of the Office action maintaining the refusal, or 
the renewal application will be abandoned and the registration 
will expire. 

(c) A decision by the Commissioner is necessary before filing 
an appeal orcommencing a civil action in any court. 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


56. The authority citation for part 3 continues to read as follows: 
authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise noted. 
56a. Revise §3.16 to read as follows: 


§3.16 Assignability of trademarks prior to filing of an allega- 
tion of use statement. 


Before an allegation of use under either 15 U.S.C. 1051(c) or 
15 U.S.C. 1051(d) is filed, an applicant may only assign an 
application to register a mark under 15 U.S.C. 1051(b) to a 
successor to the applicant’s business, or portion of the business 
to which the mark pertains, if that business is ongoing and 
existing. 

57. Amend §3.24 by revising the heading to read as follows: 


§3.24 Requirements for documents and cover sheets relating 
to patents and patent applications. 


KEKE 
58. Add §3.25 to read as follows: 


§3.25 Recording requirements for trademark applications 
and registrations. 
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(a) Documents affecting title. To record documents affecting 
title, a legible cover sheet (see $3.31) and one of the following 
must be submitted: 





(1) The original document: 
(2) A copy of the document; 


(3) A copy of an extract from the document evidencing the 
effect on title; or 


(4) A statement signed by both the party conveying the interest 
and the party receiving the interest explaining how the convey- 
ance affects title. 


(b) Name changes. Only a legible cover sheet is required (See 
§3.31). 


(c) All documents. All documents submitted to the Office 
should be on white and non-shiny paper that is no larger than 
8 1/2 x 14 inches (21.6 x 33.1 cm.) with a one-inch (2.5 cm) 
margin on all sides. Only one side of each page should be 
used. 


59. Revise §3.28 to read as follows: 
§3.28 Requests for recording. 


Each document submitted to the Office for recording must 
include at least one cover sheet as specified in §3.31 referring 
either to those patent applications and patents, or to those 
trademark applications and registrations, against which the doc- 
ument is to be recorded. If a document to be recorded includes 
interests in, or transactions involving, both patents and trade- 
marks, separate patent and trademark cover sheets should be 
submitted. Only one set of documents and cover sheets to be 
recorded should be filed. If a document to be recorded is not 
accompanied by a completed cover sheet, the document and 
the incomplete cover sheet will be returned pursuant to §3.51 
for proper completion. The document and a completed cover 
sheet should be resubmitted. 


60. Amend §3.31 by revising paragraphs (a) and (b) and by 
adding paragraphs (d) and (e) to read as follows: 


§3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by §3.28 
must contain: 


(1) The name of the party conveying the interest; 
(2) The name and address of the party receiving the interest; 


(3) A description of the interest conveyed or transaction to be 
recorded; 


(4) Identification of the interests involved: 


(i) For trademark assignments and trademark name changes: 


Each trademark registration number and each trademark appli- 
cation number, if known, against which the Office is to record 
the document. If the trademark application number is not 
known, a copy of the application or a reproduction of the 
trademark must be submitted, along with an estimate of the 
date that the Office received the application; or 


(ii) For any other document affecting title to a trademark or 
patent application, registration or patent: Each trademark or 


patent application number or each trademark registration 
number or patent against which the document is to be recorded; 


(5) The name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 


(6) The date the document was executed; 

(7) An indication that the assignee of a trademark application 
or registration who is not domiciled in the United States has 
designated a domestic representative (see §3.61); and 

(8) The signature of the party submitting the document. 


(b) A cover sheet should not refer to both patents and trade- 
marks, since any information, including information about 
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pending patent applications, submitted with a request for 
recordation of a document against a trademark application or 
trademark registration will become public record upon recorda- 
tion. 


28 KK KK 


(d) Each trademark cover sheet required by §3.28 seeking to 
record a document against a trademark application or registra- 
tion should include, in addition to the serial number or registra- 
tion number of the trademark, identification of the trademark 
or a description of the trademark, against which the Office is 
to record the document. 


(e) Each patent and trademark cover sheet required by §3.28 
should contain the number of applications, patents or registra- 
tions identified in the cover sheet and the total fee. 


PART 6 - CLASSIFICATION OF GOODS AND SER- 
VICES UNDER THE TRADEMARK ACT 


61. The authority citation for part 6 continues to read as follows: 


authority: 15 U.S.C. 1112, 1123; 35 U.S.C. 6, unless otherwise 
noted. 


62. Revise §6.1 to read as follows: 


§6.1 International schedule of classes of goods and services. 


GOODS 


1. Chemicals used in industry, science and photography, as 
well as in agriculture, horticulture and forestry; unprocessed 
artificial resins; unprocessed plastics; manures; fire extin- 
guishing compositions; tempering and soldering preparations; 
chemical substances for preserving foodstuffs; tanning sub- 
stances; adhesives used in industry. 


2. Paints, varnishes, lacquers; preservatives against rust and 
against deterioration of wood; colorants; mordants; raw natural 
resins; metals in foil and powder form for painters, decorators, 
printers and mists. 


3. Bleaching preparations and other substances for laundry use; 
cleaning, polishing, scouring and abrasive preparations; soaps; 
perfumery, essential oils, cosmetics, hair lotions; dentifrices. 


4. Industrial oils and greases; lubricants; dust absorbing, wetting 
and binding compositions; fuels (including motor spirit) and 
illuminants; candles, wicks. 


5. Pharmaceutical, veterinary, and sanitary preparations; 
dietetic substances adapted for medical use, food for babies; 
plasters, materials for dressings; material for stopping teeth, 
dental wax; disinfectants; preparations for destroying vermin; 
fungicides, herbicides. 


6. Common metals and their alloys; metal building materials; 
transportable buildings of metal; materials of metal for railway 
tracks; nonelectric cables and wires of common metal; ironmon- 
gery, small items of metal hardware; pipes and tubes of metal; 
safes; goods of common metal not included in other classes; 
ores. 


7. Machines and machine tools; motors and engines (except for 
land vehicles); machine coupling and transmission components 
(except for land vehicles); agricultural implements other than 
hand-operated; incubators for eggs. 


8. Hand tools and implements (hand-operated); cutlery; side 
arms; razors. 


9. Scientific, nautical, surveying, electric, photographic, cine- 
matographic, optical, weighing, measuring, — signalling, 
checking (supervision), life-saving and teaching apparatus and 
instruments; apparatus for recording, transmission or reproduc- 
tion of sound or images; magnetic data carriers, recording discs; 
automatic vending machines and mechanisms for coin operated 
apparatus; cash registers, calculating machines, data processing 
equipment and computers; fire extinguishing apparatus. 
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10. Surgical, medical, dental, and veterinary apparatus and 
instruments, artificial limbs, eyes, and teeth; orthopedic articles; 
suture materials. 


11. Apparatus for lighting, heating, steam generating, cooking, 
refrigerating, drying, ventilating, water supply, and sanitary 
purposes. 


12. Vehicles; apparatus for locomotion by land, air, or water. 


13. Firearms; ammunition and projectiles; explosives; fire- 
works. 


14. Precious metals and their alloys and goods in precious 
metals or coated therewith, not included in other classes; jew- 
elry, precious stones; horological and chronometric instru- 
ments. 


15. Musical instruments. 


16. Paper, cardboard and goods made from these materials, not 
included in other classes; printed matter; bookbinding material; 
photographs; stationery; adhesives for stationery or household 
purposes; artists’ materials; paint brushes; typewriters and 
office requisites (except furniture); instructional and teaching 
material (except apparatus); plastic materials for packaging (not 
included in other classes); playing cards; printers’ type; printing 
blocks. 


17. Rubber, gutta-percha, gum, asbestos, mica and goods made’ 


from these materials and not included in other classes; plastics 
in extruded form for use in manufacture; packing, stopping 
and insulating materials; flexible pipes, not of metal. 


18. Leather and imitations of leather, and goods made of these 
materials and not included in other classes; animal skins, hides; 
trunks and travelling bags; umbrellas, parasols and walking 
sticks; whips, harness and saddlery. 


19. Building materials (non-metallic); nonmetallic rigid pipes 
for building; asphalt, pitch and bitumen; nonmetallic transport- 
able buildings; monuments, not of metal. 


20. Furniture, mirrors, picture frames; goods (not included in 
other classes) of wood, cork, reed, cane, wicker, horn, bone, 
ivory, whalebone, shell, amber, mother-of-pearl, meerschaum 
and substitutes for all these materials, or of plastics. 


21. Household or kitchen utensils and containers (not of pre- 
cious metal or coated therewith); combs and sponges; brushes 
(except paint brushes); brush-making materials; articles for 
cleaning purposes; steel-wool; unworked or semi-worked glass 
(except glass used in building); glassware, porcelain and earth- 
enware not included in other classes. 


22. Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks 
and bags (not included in other classes); padding and stuffing 
materials (except of rubber or plastics); raw fibrous textile 
materials. 


23. Yarns and threads, for textile use. 


24. Textiles and textile goods, not included in other classes; 
beds and table covers. 


25. Clothing, footwear, headgear. 


26. Lace and embroidery, ribbons and braid; buttons, hooks 
and eyes, pins and needles; artificial flowers. 


27. Carpets, rugs, mats and matting, linoleum and other mate- 
rials for covering existing floors; wall hangings (non-textile). 


28. Games and playthings; gymnastic and sporting articles not 
included in other classes; decorations for Christmas trees. 


29. Meat, fish, poultry and game; meat extracts; preserved, 
dried and cooked fruits and vegetables; jellies, jams, fruit 
sauces; eggs, milk and milk products; edible oils and fats. 


30. Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial 
coffee; flour and preparations made from cereals, bread, pastry 
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and confectionery, ices; honey, treacle; yeast, baking powder; 
salt, mustard; vinegar, sauces (condiments); spices; ice. 
31. Agricultural, horticultural and forestry products and grains 
not included in other classes; live animals; fresh fruits and 
vegetables; seeds, natural plants and flowers; foodstuffs for 
animals; malt. 


32. Beers; mineral and aerated waters and other nonalcoholic 
drinks; fruit drinks and fruit juices; syrups and other prepara- 
tions for making beverages. 

33. Alcoholic beverages (except beers). 


34. Tobacco; smokers’ articles; matches. 


SERVICES 


35. Advertising; business management; business administra- 
tion; office functions. 


36. Insurance; financial affairs; monetary affairs; real estate 
affairs. 

37. Building construction; repair; installation services. 

38. Telecommunications. 


39. Transport; packaging and storage of goods; travel arrange- 
ment. 


40. Treatment of materials. 


41. Education; providing of training; entertainment; sporting 
and cultural activities. 


42. Providing of food and drink; temporary accommodation; 
medical, hygienic and beautv care; veterinary and agricultural 
services; legal services; scientific and industrial research; com- 
puter programming; services that cannot be classified in other 
classes. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


May 3, 1999 


[1223 TMOG 41] 
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Official Insignia of Native American Tribes; 
Statutorily Required Study 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice of hearings. 


SUMMARY: Public Law 105-330 requires that the Patent and 
Trademark Office (PTO) study a variety of issues surrounding 
trademark protection for the official insignia of federally and/ 
or State recognized Native American Tribes. This notice invites 
interested members of the public to testify at hearings on any 
of the topics outlined below. 


DATES: Public hearings will be held on the following dates: 
July 8, 1999; July 12, 1999; and July 15, 1999. The July 8, 
1999 hearing will start at 10:00 a.m. and end no later than 5:00 
p.m. The July 12, 1999 and July 15, 1999 hearings will start 
at 9:00 a.m. and end no later than 5:00 p.m. 


Those wishing to present oral testimony at any of the hearings 
must request an opportunity to do so no later than July 2, 1999. 

The transcripts from each public hearing will be available 
for public inspection on or about August 10, 1999. 
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ADDRESSES: The July 8, 1999 hearing will be held in the 
“Silver and Turquoise Room” of the Indian Pueblo Cultural 
Center, located at 2401 12th N.W., Albuquerque, New Mexico. 
The July 12, 1999 hearing will be held at the San Francisco 
Public Library, Koret Auditorium, Civic Center, located at 100 
Larkin Street, San Francisco, California. The July 15, 1999 
hearing will be held in the Commissioner’s Conference Room, 
located in Crystal Park Two, Room 912, 2121 Crystal Drive, 
Arlington, Virginia. 


Those interested in testifying on the topics presented below 
in the Supplementary Information section, or on any other 
related topics, should send their requests to the attention of 
Eleanor K. Meltzer, Attorney-Advisor, Office of Legislative 
and International Affairs, U.S. Patent and Trademark Office, 
2121 Crystal Drive, Suite 902, Arlington, VA 


Public Law 105-330 may be viewed via the Library of Con- 
gress website at: www.thomas.loc.gov. 


FOR FURTHER INFORMATION CONTACT: Eleanor K. 
Meltzer by telephone: 703-306-2960; by e-mail: eleanor.meltz- 
er@uspto.gov; or by facsimile transmission: 703-305-8885. 


SUPPLEMENTARY INFORMATION: 
I. Background 


On October 30, 1998, President Clinton signed Public Law 
105-330. Title III of this law requires the PTO to study how 
official insignia of Native American Tribes may better be pro- 
tected under trademark law. The new law requires that the PTO 
complete the study and submit a report to the chairman of the 
Committee on the Judiciary of the Senate and to the chairman 
of the Committee on the Judiciary of the House of Representa- 
tives not later than September 30, 1999. The final study must 
address a variety of issues, including the impact of any changes 
on the international legal obligations of the United States, the 
definition of “official insignia” of a federally and/or State recog- 
nized Native American Tribe, and the administrative feasibility, 
including the cost, of changing current law or policy in light 
of any recommendations. 


On December 29, 1998, a Federal Register notice was pub- 
lished (63 FR 71619) requesting comments on how best to 
conduct the study, where public hearings should be held, and 
who should be consulted during the study process. A follow- 
up Federal Register notice was published on March 16, 1999 (64 
FR 13004) requesting public comments on the issues identified 
below. 


II. Issues 


The PTO is interested in the public’s views concerning all 
aspects of trademark protection for the official insignia of 
Native American Tribes, including the following issues. These 
issues should form the basis for testimony at the public hearings. 


(1) The Definition of “Official Insignia” 


For example, how should the PTO define “official insignia” 
of a federally or state recognized Native American Tribe? 


(2) Establishing and Maintaining a List of Official Insignia 


For example, how might the PTO establish a list of the official 
insignia of federally and/or state recognized Native American 
Tribes? How might the PTO maintain such a list? 


(3) Impact of Changes In Current Law or Policy 


For example, how might any change in law or policy with 
respect to prohibiting the Federal registration of trademarks 
identical to the official insignia of Native American Tribes, or 
of prohibiting any new use of the official insignia of Native 
American Tribes, affect Native American Tribes? How might 
such changes affect trademark owners? How might such 
changes affect the Patent and Trademark Office? How would 
such changes affect any other interested party? What impact 
might any such changes have on the international legal obliga- 
tions of the United States? 


(4) Impact of Prohibition on Federal Registration and New 
Uses of Official Insignia 
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For example, how might prohibiting Federal registration of 
trademarks identical to the official insignia of Native American 
Tribes affect any/all of the above-mentioned entities? How 
might prohibiting any new use of the official insignia of Native 
American Tribes affect any/all of the above-mentioned entities? 
What effect might such prohibitions have on the international 
legal obligations of the United States? What defenses, including 
fair use, might be raised against any claims of infringement? 


(5) Administrative Feasibility 


For example, what might be the administrative feasibility, 
including the cost, of changing the current law or policy to 
prohibit the registration? What might be the administrative 
feasibility, including the cost, of prohibiting any new uses of 
the official insignia of State or federally recognized Native 
American Tribes? What might be the administrative feasibility, 
including the cost, of otherwise providing additional protection 
to the official insignia of federally and State recognized Native 
American Tribes? 


(6) Timing of Changes in Protection 


For example, should changes in the scope of protection for 
official tribal insignia be offered prospectively? Retrospec- 
tively? What might be the impact of such protection (e.g., the 
cost to business and the public if applied retroactively)? 


(7) Statutory Changes 


What statutory changes might be necessary in order to provide 
such protection? 


(8) Other Relevant Factors 


What other factors, not mentioned above, might be relevant to 
this issue? 


II. Guidelines for Oral Testimony 


Individuals who wish to testify must adhere to the following 
guidelines, which will ensure that the PTO is able to contact 
speakers regarding any schedule changes: 


1. Anyone wishing to testify at the hearing(s) must request 
an opportunity to do so no later than July 2, 1999. Requests 
to testify may be accepted on the date of each hearing if suffi- 
cient time is available on the schedule. No one will be permitted 
to testify without prior approval. 


2. Requests to testify must include: the speaker’s name, 
affiliation and title, mailing address, and telephone number. 
Facsimile number and Internet mail address, if available, should 
also be provided. Parties may include in their request an indica- 
tion as to whether they wish to testify during the morning or 
afternoon session of the hearing(s). 


3. Depending on the number of persons who wish to make 
presentations, speakers will be given between five and fifteen 
minutes to present their remarks. The exact amount of time 
allocated per speaker will be set after the final number of parties 
testifying has been determined. 


4. Speakers should provide a written copy of their testimony 
for inclusion in the record of the proceedings. 


5. A schedule providing the approximate starting time for 
each speaker will be distributed in the morning of the day 
of each hearing. Speakers are advised that the schedule for 
testimony will be subject to change during the course of the 
hearings. 


Information that is provided pursuant to this notice will be 
made part of a public record and may be available via the 
Internet. In view of this, parties should not submit information 
that they do not wish to be publicly disclosed or made electroni- 
cally accessible. Parties who would like to rely on confidential 
information to illustrate a point are requested to summarize or 
otherwise submit the information in a way that will permit its 
public disclosure. 


Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 


May 28, 1999 


[1223 TMOG 129] 
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Trademark Law Treaty Implementation Act Changes 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule. 


SUMMARY: The Patent and Trademark Office (Office) is 
amending its rules to implement the Trademark Law Treaty 
Implementation Act of 1998 (TLTIA), Pub. L. No. 105-330, 
112 Stat. 3064 (15 U.S.C. 1051), and to otherwise simplify 
and clarify procedures for registering trademarks, and for main- 
taining and renewing trademark registrations. TLTIA imple- 
ments the Trademark Law Treaty (TLT). 


TLTIA was enacted October 30, 1998. Title I of TLTIA, which 
contains the provisions that implement the treaty, will become 
effective October 30, 1999. 


DATES: 
Effective Date: October 30, 1999 
Applicability Dates: See Supplementary Information 


FOR FURTHER INFORMATION CONTACT: Mary 
Hannon, Office of Assistant Commissioner for Trademarks, 
by telephone at (703) 308-8910, extension 137; by facsimile 
transmission addressed to her at (703) 308-9395; or by mail 
marked to her attention and addressed to Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. 


SUPPLEMENTARY INFORMATION: 


Pending Applications for Registration: The TLTIA amend- 
ments to the Act, and these rule changes, shall apply to any 
application for registration of a trademark pending on, or filed 
on or after, October 30, 1999. 


Informal Applications: Application papers filed before October 
30, 1999, but not reviewed by the Office for compliance with 
minimum filing requirements until after October 30, 1999, will 
be required to meet the minimum filing requirements (§ 2.21) 
in effect as of the date of filing. If the application fails to meet 
the minimum filing requirements in effect on the date of filing, 
but meets the minimum filing requirements in effect on the 
date the papers are reviewed, the application will be assigned 
a filing date of October 30, 1999. 


Petitions to Revive: Petitions to revive pending on October 30, 
1999, will be reviewed under the unintentional delay standard. 
See the discussion below of the changes to § 2.66. 


Post Registration: The revised provisions of §§ 8 and 9 of the 
Act, and these amendments to the rules, apply only to affidavits 
and renewal applications filed on or after October 30, 1999. 
The old law applies to affidavits and renewal applications filed 
before October 30, 1999, even if the sixth or tenth anniversary, 
or the expiration date of the registration is on or after October 
30, 1999. This is true even for affidavits and renewal applica- 
tions that are filed before, but examined after, October 30, 
1999. 


The revised provisions of § 9 of the Act do not apply to 
applications for renewal of registrations that expire before 
October 30, 1999, even if the applications are examined after 
October 30, 1999. For example, if a registration expires on 
October 29, 1999, the registrant may file a renewal application 
within the three-month grace period provided under the old 
law. The new six-month grace period does not apply to registra- 
tions with expiration dates prior to October 30, 1999. 


Likewise, the new law does not apply to a § 8 affidavit due 
before October 30, 1999, even if the affidavit is not examined 
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until after October 30, 1999. For example, if a registration 
issued on October 29, 1993, the registrant must meet the statu- 
tory requirements of § 8 of the Act on or before October 29, 
1999. The registrant cannot take advantage of the six-month 
grace period, or the deficiency period, provided under the new 
law. 


The revised provisions of § 8 of the Trademark Act, 15 U.S.C. 
1058, and these rule changes, apply to the filing of an affidavit 
of continued use or excusable nonuse under § 8 of the Act if: 
(1) the sixth or tenth anniversary of registration, or the sixth 
anniversary of publication under § 12(c) of the Act, is on or 
after October 30, 1999; and (2) the affidavit is filed on or after 
October 30, 1999. However, the provisions of § 8(a)(3) of the 
Act, requiring the filing of a § 8 affidavit at the end of each 
successive ten-year period after registration, do not apply to a 
registration issued or renewed for a twenty-year term (i.e., a 
registration issued or renewed before November 16, 1989) until 
a renewal application is due. 


A Notice of Proposed Rulemaking was published in the Federal 
Register (64 FR 25223) on May 11, 1999, and in the Official 
Gazette of the Patent and Trademark Office (1223 TMOG 41) 
on June 8, 1999. A public hearing was held on June 10, 1999. 


Written comments were submitted by two organizations, two 
law firms, and five trademark attorneys. Three organizations 
and one attorney testified at the oral hearing. 


References below to “the Act,” “the Trademark Act” or “the 
statute” refer to the Trademark Act of 1946, as amended, 15 
U.S.C. 1051 et seg. “TMEP” is the Trademark Manual of 
Examining Procedure (2nd ed., Rev. 1.1, August 1997). 


Application Filing Dates 


TLTIA § 103 adds §§ 1(a)(4) and 1(b)(4) of the Act to give 
the Office authority to establish and change filing date require- 
ments. The Office is amending § 2.21 to require the following 
elements for receipt of a filing date: (1) the name of the appli- 
cant; (2) a name and address for correspondence; (3) a clear 
drawing of the mark; (4) a list of the goods or services; and 
(5) the filing fee for at least one class of goods or services. 


Comment: One comment stated that the proposed requirement 
in § 2.21(a)(3) for a “clear drawing of the mark” was confusing, 
and that it could impose a hardship on some applicants, e.g., 
where the attorney’s only copy of the drawing is a fax received 
from a foreign client. 


Response: The requirement for a “clear drawing of the mark” 
is intended to be more lenient than the current requirement for 
a drawing “substantially meeting all the requirements of § 
2.52.” A clear drawing of the mark is essential, so that the 
application can be properly examined, and so that the public 
will have adequate notice of the mark. The following elements 
will no longer be required for receipt of a filing date: a certified 
copy of the foreign registration in a § 44(e) application; an 
allegation of the applicant’s use or bona fide intention to use 
the mark in commerce; a specimen and date of first use in 
commerce in a § 1(a) application; a stated filing basis; and 
a signature. These elements will instead be required during 
examination. 


Comment: One comment stated that while a filing date should 
not be denied if the application does not include a filing basis, 
the basis should be made of record as soon as possible. 


Response: The Office expects that most applicants will state 
the filing basis in the original application. If the application does 
not include the filing basis, this information will be required in 
the first Office action. 


Bulky Specimens 


Amended § 2.56(d)(1) requires that specimens be flat and no 
larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 
cm.) long. This is consistent with current § 2.56.Section 
2.56(d)(2) is added, stating that if an applicant submits a spec- 
imen that exceeds the size requirement (a “bulky specimen”), 
the Office will create a facsimile of the specimen that meets 
the requirements of the rule (i.e., is flat and no larger than 8 
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1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long), 
insert it in the application file wrapper, and destroy the original 
bulky specimen. 


Currently, when an applicant submits a specimen that does not 
meet the requirements of § 2.56 (i.e., is not flat, exceeds the size 
limitation, etc.), the Office retains the specimen even though it 
is impossible to attach it to the application file wrapper. This 
requires substantial special handling because the Office must 
store and track the specimens separately from the application 
file wrappers. Because the number of newly filed applications 
has increased from approximately 83,000 to over 233,000 per 
year over the past ten years, and the number of pending applica- 
tions has increased from less than 100,000 to over 350,000 in 
the same period, it has become increasingly difficult to ensure 
that the bulky specimens follow the application files. As the 
number of applications has increased, bulky materials submitted 
as specimens have also increased, requiring an increased use 
of limited resources to handle the bulky materials. Further, 
because specimens of this nature are often misplaced or lost 
during examination processing, the Office must then require 
new specimens, slowing examination and inconveniencing 
applicants. 


Because the requirement for flat specimens can be easily satis- 
fied through the use of photographs, photocopies, or other 
means of reproduction, the Office will no longer retain bulky 
materials submitted as specimens. In very limited circum- 
stances, the Office will continue to accept specimens consisting 
of videotapes, audiotapes, CDs, computer diskettes, and similar 
materials where there are no non-bulky alternatives, and the 
submission is the only means available for showing use of the 
mark. 


Comment: One comment supported the proposed procedure 
for creating facsimiles of bulky specimens. Another comment 
supported the proposed procedure, provided that the Office 
makes copies of the front, back, and all portions of the speci- 
mens. 


Response: The Office will attempt to capture the mark as used 
on the specimen, but may not copy all portions of the bulky 
specimens. If an additional specimen is needed, the examining 
attorney will require a substitute specimen that meets the size 
requirements of the rules. 


Number of Specimens Required 


The Office is amending §§ 2.56(a), 2.76(b)(2), 2.86(b), and 
2.88(b)(2) to require one rather than three specimens with an 
application under § 1 of the Act, or an amendment to allege 
use or statement of use of a mark in an application under § 
1(b) of the Act. The Office previously required three specimens 
so that an interested party, such as a potential opposer, could 
permanently remove a specimen from an application file, yet 
not leave the file without specimens. TMEP § 905.01. However, 
multiple copies of specimens are no longer necessary because 
the public may make photocopies of a single specimen. 


Comment: Three comments opposed the proposed requirement 
for only one specimen, stating that if only one specimen is 
required, and that specimen is lost, the file will be left with 
no specimen; that multiple specimens enable interested third 
parties to obtain an original without having to contact the 
applicant directly; and that current photocopying technology 
does not adequately reproduce color, small details, tones, low- 
contrast images, or highly ornate/intricate or densely worded 
specimens. 


Response: The Office does not permit the removal of other 
documents from application files and will no longer permit 
specimens to be removed from files. Prohibiting the removal 
of specimens will ensure that there is a complete record of the 
submissions made by the applicant. Where removal is per- 
mitted, a third party could mistakenly remove a unique spec- 
imen, thinking it is merely a duplicate. This would leave the 
application file incomplete. 


Currently, 10% of new applications for registration are filed 
electronically, and the Office expects this number to increase 
dramatically in the near future. Only one specimen is required 
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with an electronically filed application, and it is submitted as 
a digitized image (§ 2.56(d)(4)). Considering the increasing 
number of electronic filings and the move in the future to a 
paperless Office, the Office believes that three specimens are 
unnecessary. 


Comment: One comment stated that it generally supports the 
proposed requirement for only one specimen, but noted that 
there will be a greater urgency for the Office to ensure that 
the single specimen is always available for public inspection. 


Response: As noted above, the Office will no longer permit 
specimens to be removed from files. The Office now microfilms 
all incoming applications, so that a record of the specimen is 
available to the public if it is lost. In the near future, the Office 
will be scanning all incoming applications and allegations of 
use and will have an electronic image of any specimen that is 
lost. 


Comment: One comment asked whether more than one spec- 
imen may be submitted. 


Response: Yes, while only one specimen will be required, a 
party may choose to file more than one specimen. Multiple 
specimens will be retained in the file as long as they do not 
exceed the size limitations of § 2.56(d)(1). 


Persons Who May Sign 


Currently, §§ 1(a)(1)(A) and 1(b)(1)(A) of the Act require that 
an application by a juristic applicant be signed “by a member 
of the firm or an officer of the corporation or association 
applying.” TLTIA § 103 amends §§ 1(a) and 1(b) of the Act 
to eliminate the specification of the appropriate person to sign 
on behalf of an applicant. 


The applicant or registrant, and the applicant’s or registrant’s 
attorney, are best able to determine who should sign documents 
filed in the Office. Therefore, the Office will no longer question 
the authority of the person who signs a verification, or a renewal 
application, unless there is an inconsistency in the record as 
to the signatory’s authority to sign. 


Proposed § 2.33(a) stated that a person properly authorized to 
sign on behalf of the applicant “includes a person with legal 
authority to bind the applicant and/or a person with firsthand 
knowledge and actual or implied authority to act on behalf of 
the applicant.” 


Comment: One comment suggested that § 2.33(a) be amended 
to state that a person who is properly authorized to sign on 
behalf of the applicant includes: (1) a person with legal authority 
to bind the applicant, (2) a person with firsthand knowledge 
of the facts asserted, and actual or implied authority to act on 
behalf of the applicant, and (3) an attorney as defined in § 
10.1(c) of this chapter who has an actual or implied, written 
or verbal power of attorney from the applicant, provided that 
the Office may require written confirmation of such power of 
attorney subsequent to the filing of the verified statement. 


Response: The suggestion has been adopted, but modified 
slightly. The Office will not require written confirmation of a 
power of attorney, but will accept the attorney’s word that he 
or she is authorized to sign on behalf of the applicant. 


Comment: One comment suggested that “and/or” be changed 
to “or.” 


Response: The suggestion has been adopted. 


Comment: One comment suggested that “implied authority” be 
changed to “apparent authority.” 


Response: The suggestion has not been adopted. The Office 
believes that the “implied authority” standard is broad enough 
to cover most circumstances and to allow applicants flexibility 
in determining who can sign verifications. 


Comment: Four comments requested clarification as to whether 
attorneys can sign on behalf of clients, and whether any special 
power of attorney is needed. 
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Response: Sections 2.33(a) and 2.161(b) have been amended 
to provide for signature of verifications by attorneys. No special 
power of attorney will be required. 


Renewal applications may also be signed by attorneys. Verifica- 
tion of renewal applications is no longer required. Section 
2.183(a) requires that the renewal application be executed by 
“the registrant or the registrant’s representative.” 


Filing by Owner 


Although TLTIA amends the statute to eliminate the specifica- 
tion of the proper party to sign on behalf of an applicant or 
registrant, the statute still requires that the owner of the mark 
file an application for registration, amendment to allege use, 
statement of use, request for extension of time to file a statement 
of use, and § 8 affidavit. See §§ 1(a)(1), 1(b)(1), 1(d)(1), 1(d)(2), 
and 8(b) of the Act. 


TLTIA § 105 amends § 8 of the Act to require that the owner 
of the mark file an affidavit of continued use or excusable 
nonuse within the time period set forth in § 8(a) of the Act. 


The legislative history states: 


Throughout the revised section 8, the term 
“registrant” has been replaced by the term 
“owner.” The practice at the Patent and 
Trademark Office has been to require that 
the current owner of the registration file all 
the post-registration affidavits needed to 
maintain a registration. The current owner 
of the registration must aver to actual knowl- 
edge of the use of the mark in the subject 
registration. However, the definition of “reg- 
istrant” in section 45 of the Act states that 
the “terms ‘applicant’ and ‘registrant’ 
embrace the legal representatives, predeces- 
sors, successors and assigns of each appli- 
cant and registrant.” Therefore, use of the 
term “registrant” in section 8 of the Act 
would imply that any legal representative, 
predecessor, successor or assign of the regis- 
trant could successfully file the affidavits 
required by sections 8 and 9. To correct this 
situation, and to keep with the general prin- 
cipal [sic], as set out in section 1, that the 
owner is the proper person to prosecute an 
application, section 8 has been amended to 
state that the owner must file the affidavits 
required by the section. 


H.R. Rep. No. 194, 105th Cong., Ist Sess. 18-19 (1997). 


Therefore, the Office is amending §§ 2.163(a) and 2.164(b) to 
make it clear that filing by the owner is a minimum requirement 
that cannot be cured after expiration of the filing period set 
forth in § 8 of the Act. 


Under §§ 1(a) and 1(b) of the Act, an application for registration 
of a mark must also be filed by the owner. Therefore, new § 
2.71(d) states that although a mistake in setting out the appli- 
cant’s name can be corrected, the application cannot be 
amended to set forth a different entity as the applicant; and 
that an application is void if it is filed in the name of an entity 
that did not own the mark as of the filing date of the application. 
This codifies current practice. TMEP § 802.07. Huang v. Tzu 
Wei Chen Food Co. Ltd., 7 USPQ2d 1335 (Fed. Cir. 1988) 
(application filed in name of individual two days after mark 
was acquired by newly formed corporation held void); Accu 
0 Vv. Ss 38 USPQ2d 1443 (TTAB 
1996) (application filed in name of entity that did not yet exist 
not void); In re Tong Yang Cement Corp., 19 USPQ2d 1689 
(TTAB 1991) (application filed by joint venturer void where 
= owned by joint venture); U.S. Pioneer Electronics Corp. 
, 183 USPQ 613 (Comm’r Pats. 1974) 
(misidentification of applicant’ s name may be corrected). 


The Office is also amending §§ 2.88(e)(3), 2.89(a)(3), and 
2.89(b)(3) to state that if a statement of use or request for an 
extension of time to file a statement of use is unsigned or 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 683 
(246) 


signed by the wrong party, a substitute verification must be 
submitted before the expiration of the statutory period for filing 
the statement of use. This is consistent with current practice. 
See TMEP §§ 1105.05(f)(i)(A) and 1105.05(d). Sections 1(d)(1) 
and (2) of the Act require verification by the owner within the 
statutory period for filing the statement of use. Therefore, the 
Office cannot extend or waive the deadline for filing the verifi- 
cation. In re Kinsman, 33 USPQ2d 1057 (Comm’r Pats. 1993). 


Material Alteration 


The Federal Circuit held in In re ECCS, 94 F.3d 1578, 39 
USPQ2d 2001 (Fed. Cir. 1996) that an applicant may amend 
an application based on use to correct an “internal inconsis- 
tency” in the original application. Id. at 1581, 39 USPQ2d at 
2004. An application is “internally inconsistent” if the mark 
on the drawing does not agree with the mark on the specimens 
filed with the application. Id. As a result, the Office has been 
accepting all amendments to drawings in use-based applications 
if there is an inconsistency in the initial application. 


However, the Office does not believe that it is in the public 
interest to accept amendments that materially alter the mark 
on the original drawing. When the Office receives a new appli- 
cation, the mark on the drawing is promptly filed in the Trade- 
mark Search Library and entered into the Office’s electronic 
and administrative systems. Because the granting of a filing 
date to an application potentially establishes a date of construc- 
tive use of the mark under § 7(c) of the Act, timely and accurate 
public notification of the filing of applications is important. 
Accepting an amendment that materially alters the mark on the 
original drawing is unfair to third parties who search Office 
records between the application filing date and the date of the 
amendment, because they do not have accurate information 
about earlier-filed applications. Relying on the search of Office 
records, a third party may innocently begin using a mark that 
conflicts with the amended mark, but not with the original 
mark. Also, an examining attorney may approve a later-filed 
application for registration of a mark that conflicts with the 
amended mark, but not with the original mark. Therefore, the 
Office is amending § 2.72 to prohibit amendments that materi- 
ally alter the mark on the original drawing. 


Comments: One law firm opposed any amendment of § 2.72, 
stating that the decisions in ECCS and In re Dekra, 44 USPQ2d 
1693 (TTAB 1997) established a fair compromise between the 
rights of the applicant and the rights of third parties. One 
organization stated that minor changes like the change permitted 
in ECCS should be allowed, but that it “does not endorse the 
type of substantial change to a drawing permitted in Dekra,” 
and expressed concern that the amendment to § 2.72 could 
lead to a more stringent standard for determining material alter- 
ation than the standard set forth in ECCS. The comment further 
noted that the standard for determining whether the mark in 
the drawing agrees with the mark in the foreign registration in 
a § 44 application is stricter than the standard used to determine 
whether specimens support use of a mark in an application 
under § 1 of the Trademark Act, and suggested that if a uniform 
standard for determining material alteration is adopted, the 
more liberal standard applied to § 1(a) or § 1(b) applications 
should be used. 


Response: ECCS held that under current § 2.72(b), the speci- 
mens filed with the original application in a use-based applica- 
tion must be considered in determining what mark the applicant 
seeks to register. However, the court specifically noted that 
seven decisions cited in the ECCS decision were not affected: 
"We have carefully examined all . . . [seven] cases and find 
that none has any bearing on the situation before us in which 
an original application is internally inconsistent as to what the 
mark is, the —o- displaying one mark and the drawing a 
"Id. at 1581, 39 USPQ2d at 2004 

(emphasis added), ECCS ‘specifically cited In re Abolio y Rubio 
S. A.C.l. y a. 24 USPQ2d 1152 (TTAB 1992) and In re Medi- 
; 25 USPQ2d 1159 (TTAB 1990). ECCS at 
158 1,39 USPO3d at 2004. Abolio y Rubio involved an applica- 
tion based on a foreign registration (15 U.S.C. 1026(e)) in 
which the drawing omitted the design shown in the foreign 
registration submitted with the application. Meditech concerned 
a use-based application in which the drawing contained the 
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typed words “DESIGN OF A BLUE STAR” while the speci- 
mens showed a design of twenty blue stars without the words 
shown in the drawing. In both of these cases, the applicants 
were not permitted to amend their drawings. Subsequently, the 
Federal Circuit in In re Hacot-Colombier, affirmed the Board’s 
refusal to permit an applicant to amend its drawing in an appli- 
cation based on a foreign-filed application, 15 U.S.C. 
1126(d).105 F.3d 616, 41 USPQ2d 1523 (Fed. Cir. 1997). 
Citing Abolio y Rubio with approval, the Court gave deference 
to the agency’s interpretation that § 2.72 includes both a prohibi- 
tion against material alterations and a requirement that any 
alteration conform to the mark in the foreign registration. Id. 
at 619, 41 USPQ2d at 1526. The present amendment to § 2.72 
is not intended to change the standard for determining what 
constitutes a material alteration as discussed in the Board cases 
cited in ECCS, or in Hacot-Colombier. 


Color Drawings 


Section 2.52 is amended to delete the color lining chart currently 
in § 2.52(e). 


Comment: One comment asked whether the Office would accept 
drawings in actual color. 


Response: The Office will no longer deny an application a 
filing date if the mark is depicted in color. However, the Office 
does not yet have the technology to scan marks in color, and 
the marks will be uploaded into the Office’s automated systems 
in black and white. 


Comment: One comment asked whether marks would be pub- 
lished in the Official Gazette and issued in color. 


Response: The Office will not publish and issue marks in color 
on October 30, 1999. However, the Office anticipates pub- 
lishing and issuing marks in color in the future. 


Comment: Two comments requested that color photocopiers 
be made available to the public. 


Response: Color photocopiers are very expensive and will not 
be available to the public on October 30, 1999. The Office is 
looking into purchasing a color copier for use by the public, 
for a fee, and will make it available as soon as possible. 


Comment: One comment suggested that the Office should 
permit the use of lining or stippling to indicate color on a 
drawing, at least until an alternative method of indicating color 
gains wide acceptance. 


Response: There will be a transition period in which the Office 
will continue to publish and register marks that contain the 
color linings currently in § 2.52(e). An Official Gazette notice 
will advise when color lining is no longer acceptable. 


Comment: One comment noted that proposed § 2.52(a)(2)(i) 
referred to color lining, while the color lining chart was deleted 
from § 2.52(e). 


Response: The reference to color lining has been deleted from 
§ 2.52(a)(2)(i). 


Comment: One comment suggested that the Office clarify what 
is a sufficient description and location of color applied to a 
mark. 


Response: The application must include a clear and specific 
description of the mark, identifying the mark as consisting of 
the particular color as applied to the goods or services. If the 
color is applied only to a portion of the goods, the description 
must indicate the specific portion. Similarly, if the mark 
includes gradations of color, the description should so indicate. 
The Office will issue an examination guide giving further guid- 
ance as to how it will process color drawings. 


Comment: One comment suggested that the Office accept color 
photographs to describe the color claimed in a mark. 


Response: In addition to a written description of a mark, the 
Office will accept color photographs for the record to describe 
the color claimed in a mark. 
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Comment: Two comments suggested that applicants should 
have the option to identify color using a generally accepted 
color identification system. 


Response: The Office does not endorse any one commercial 
color identification system.However, in addition to a written 
description of the color contained in a mark, an applicant may 
refer to a commercial color identification system to describe 
color. 


Revival of Abandoned Applications 


Effective October 30, 1999, §§ 1(d)(4) and 12(b) of the Act, 
and § 2.66 permit the revival of an abandoned application 
where the delay in responding to an Office action or notice of 
allowance is “unintentional.” A showing of “unavoidable” 
delay is no longer required. All petitions to revive pending on 
or filed on or after October 30, 1999, will be reviewed under 
the unintentional delay standard. 


Under § 2.66(a), the applicant must file a petition to revive 
(1) within two months of the mailing date of the notice of 
abandonment; or (2) within two months of actual knowledge 
of the abandonment, if the applicant did not receive the notice 
of abandonment, and the applicant was diligent in checking 
the status of the application. These deadlines will be strictly 
enforced. 


The written statement that the delay was unintentional must 
be signed by someone with firsthand knowledge of the facts, 
but it need not be verified or supported by a declaration under 
§ 2.20. 


It is not necessary to explain the circumstances that caused the 
unintentional delay. The Office will generally not question the 
applicant’s assertion that the delay in responding to an Office 
action or notice of allowance was unintentional, and will grant 
the petition, unless there is information in the record indicating 
that the delay was in fact intentional. 


See the discussion below of the amendments to § 2.66 for 
further information on the requirements for filing a petition to 
revive. 


Comment: One comment suggested that § 2.66(a)(1) and (2) 
be amended to provide for filing a petition to revive within 
two months of “the mailing date of an adverse decision on a 
Request For Reinstatement,” so as to avoid a disincentive for 
filing requests for reinstatement. 


Response: The suggestion has not been adopted because it is 
unnecessary. When the Office denies a request for reinstate- 
ment, the Office routinely gives the applicant an opportunity 
to pay the petition fee and convert the request for reinstatement 
into a petition to revive. 


Comment: One comment suggested that § 2.66(a) be amended 
to provide for the filing of a petition to revive where the 
applicant did not timely respond to “a decision on the petition 
(other than a petition to revive under this rule),” because “[t]here 
may be instances where a decision on petition is misdirected 
by the U.S. Postal Service and results in the abandonment of the 
application. For example, consider a petition for an extension of 
time to commence judicial review under 37 CFR 2.145(e).” 


Response: The suggestion has not been adopted. Sections 
1(d)(1) and 12(b) of the Act, 15 U.S.C. 1051(d)(1) and 1062(b), 
provide for revival of an abandoned application based on a 
showing of unintentional delay only where there is a delay in 
responding to an Office action or filing a statement of use or 
request for an extension of time to file a statement of use. In 
the example provided, the remedy is found in § 2.145(e)(2), 
which provides that the Commissioner may extend the time 
for filing an appeal or commencing a civil action “upon written 
request after the expiration of the period for filing an appeal 
or commencing a civil action upon a showing that the failure 
to act was the result of excusable neglect.” In other situations, 
the remedy is to file a petition to the Commissioner under § 
2.146(a)(5), under which the Commissioner may waive any 
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provision of the rules that is not a provision of the statute, 
where an extraordinary situation exists, justice requires, and 
no other party is injured thereby. 


Due Diligence 


Sections 2.66(a)(2) and 2.146(i) are amended to indicate that 
where a petitioner seeks to reactivate an application or registra- 
tion that was abandoned or cancelled due to the alleged loss 
or mishandling of papers mailed to or from the Office, the 
petition will be denied if the petitioner was not diligent in 
checking the status of the application or registration. This codi- 
fies the long-standing past practice of the Office. TMEP §§ 
413, 1112.05(b)(ii), and 1704. To be considered diligent, the 
petitioner must check the status of the application or registration 
that is the subject of the petition within one year of the last 
filing or receipt of a notice from the Office for which further 
action by the Office is expected. 


The Office now denies petitions when the petitioner waits too 
long before checking the status of an application or registration. 
The rationale is that granting the petition would be unfair to 
third parties who may have searched Office records and relied 
to their detriment on information that an application was aban- 
doned or that a registration had expired or been cancelled. A 
third party may have diligently searched Office records and 
begun using a mark because the search showed no earlier-filed 
conflicting marks, or an examining attorney may have searched 
Office records and approved a later-filed application for a con- 
flicting mark. 


A party can check the status through the Trademark Status 
Line ((703) 305-8747) or through the Trademark Applications 
and Registrations Retrieval (TARR) database on the Office’s 
World Wide Web site at http://www.uspto.gov/go/tarr/. Written 
status inquiries are discouraged. 





Comment: One comment suggested that the one-year due dili- 
gence standard be expressly incorporated into §§ 2.66(a)(2) 
and 2.146(i). 


Response: The suggestion has been adopted. 


Comment: One comment requested guidance as to how one 
proves that he or she has been diligent in monitoring the status 
of a pending matter. 


Response: A party may call the Status Line, or access status 
information through the World Wide Web, and make a notation 
in the party’s own file noting the date of the status inquiry, 
and the substance of the information learned. If it is ever 
necessary to petition for corrective action, the dates and sub- 
stance of the status inquiries should be summarized in the 
petition. No further documentation is necessary. 


Comment: One comment objected to the requirement that peti- 
tioners be diligent in monitoring the status of pending matters, 
noting that docketing a one-year status check every time a 
paper is filed or received results in a maze of confusing entries 
in docketing systems that makes it difficult to tell which dates 
have been superseded. 


Response: To protect the interests of third parties and to main- 
tain the integrity of the register, the Office believes that requests 
to reactivate abandoned applications or cancelled registrations 
must be made within a reasonable time; the Office does not 
believe that requiring a status check once per year is unreason- 
able. Therefore, the Office will continue its long-standing prac- 
tice of denying petitions to revive under § 2.66 and petitions 
to the Commissioner under § 2.146 if the petitioner has waited 
too long before investigating the problem. 


Amendment of Basis After Publication 


Proposed § 2.35(b) prohibited an amendment to add or substi- 
tute a basis after publication. 


Comments: Four comments opposed the proposed prohibition 
against amending the basis after publication, and one comment 
supported the proposal. 
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Response: Because of the arguments submitted by the oppo- 
nents of the proposed rule prohibiting amendment of the basis 
after publication, the Office is withdrawing the proposal. Sec- 
tion 2.35(b) is instead amended to incorporate current practice, 
i.e., to state that an application that is not the subject of an 
inter partes proceeding before the Trademark Trial and Appeal 
Board may be amended to add or substitute a basis after publica- 
tion, if the applicant files a petition to the Commissioner; and 
that republication will always be required. TMEP § 1006.04. 
An application that is the subject of an inter partes proceeding 
before the Trademark Trial and Appeal Board is governed by 
§ 2.133(a). 


Specification of Type of Commerce No Longer Required 


The Office will no longer require a specification of the type 
of commerce in which a mark is used in an application for 
registration based on use in commerce under § 1(a) of the Act, 
allegation of use in an application based on § 1(b) of the Act, 
affidavit of continued use under § 8 of the Act (§ 8 affidavit), 
or affidavit of incontestability under § 15 of the Act (§ 15 
affidavit). 


The Office proposed to eliminate the requirements that § 8 and 
§ 15 affidavits specify the type of commerce in which the mark 
is used, currently required by §§ 2.162(e) and 2.167(c). Sections 
8 and 15 of the Act do not require that the affidavits list the 
type of commerce. Because the definition of “commerce” in 
§ 45 of the Act is “all commerce which may lawfully be 
regulated by Congress,” the Office will presume that a registrant 
who states that the mark is in use in commerce is stating that 
the mark is in use in a type of commerce that Congress can 
regulate. 


Comment: No comments opposed the proposed deletion of the 
requirement that § 8 and § 15 affidavits specify the type of 
commerce. One comment suggested that §§ 2.33(b)(1), 
2.34(a)(1)(iii), 2.76(b)(1)(ii), and 2.88(b)(1)(ii) be amended to 
require an allegation that the mark is in “use in commerce 
that can be regulated by the Congress of the United States of 
America,” rather than a specification of the type of commerce 
in which the mark is used, in an application for registration or 
allegation of use. 


Response: The suggestion has been adopted, but modified 
slightly. Sections 1(a), 1(c), and 1(d) of the Act do not require 
that an applicant specify the type of commerce in which the 
mark is used in an application or allegation of use. Sections 
2.33(b)(1), 2.34(a)(1 (iii), 2.76(b)(1)(ii), and 2.88(b)(1)(ii) are 
amended to delete the requirement that the applicant specify 
the type of commerce in which the mark is used. The Office 
will not require that the applicant specifically state that the 
mark is in use in commerce that the United States Congress 
can regulate. Instead, the Office will presume that an applicant 
who states that the mark is in use in commerce is stating that 
the mark is in use in a type of commerce that Congress can 
regulate. 


Statement of Method of Use or Intended Use of Marks No 
Longer Required 


The rules no longer require a statement of the applicant's 
method or intended method of use of a mark, because §§ I(a), 
l(b), and 1(d) of the Act have been amended to omit these 
requirements. 


Post Registration 


TLTIA §§ 105 and 106 amend: (1) § 8 of the Act, 15 U.S.C. 
1058, to add a requirement for filing an affidavit or declaration 
of continued use or excusable nonuse in the year before the 
end of every ten-year period after the date of registration; and 
(2) § 9 of the Act, 15 U.S.C. 1059, to delete the requirement 
for a declaration of continued use or excusable nonuse in a 
renewal application. Thus, every tenth year, the owner of a 
registration must file both a § 8 affidavit and a renewal applica- 
tion. 

The statutory filing periods for the ten-year § 8 affidavits are 


the same as the statutory filing periods for renewal applications. 
The Office will create a combined “Section 8 and 9” form to 
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make it easy to make both filings in a single document. In 
substance, the requirements of the combined filing under 
amended §§ 8 and 9 of the Act will be the same as the require- 
ments for renewal under current law. 


A § 8 affidavit between the fifth and sixth year after the date 
of registration is also required. This is consistent with current 
law. No renewal application is required during the sixth year. 


TLTIA §§ 105 and 106 amend §§ 8 and 9 of the Act to permit 
filing within a six-month grace period after the deadline set 
forth in the statute, with an additional surcharge. The surcharge 
for filing a § 8 affidavit or § 9 renewal application during the 
grace period is $100 per class. If a combined filing under §§ 
8 and 9 of the Act is filed during the grace period, two grace 
period surcharges must be included for each class, one for the 
§ 8 affidavit and another for the § 9 renewal application. 


TLTIA §§ 105 and 106 also amend §§ 8(c)(2) and 9(a) of the 
Act to allow for the correction of most deficiencies after the 
deadline set forth in the statute, with payment of an additional 
surcharge. The surcharge for correcting a deficiency in a § 8 
affidavit or a § 9 renewal application is $100. Only a single 
deficiency surcharge will be required for correcting deficiencies 
in a combined § 8 and 9 filing, even if both the § 8 affidavit 
and the renewal application are deficient. 


Comment: One comment requested clarification as to how the 
deficiency and grace period fees would be applied to § 8 affida- 
vits and renewal applications pending before or around the date 
of implementation. 


Response: The new fees do not apply to § 8 affidavits and 
renewal applications filed before October 30, 1999. The revised 
provisions of §§ 8 and 9 of the Act, and these amendments to 
the rules, apply only to affidavits and renewal applications filed 
on or after October 30, 1999. The old law, and the old fees, 
apply to affidavits and renewal applications filed before October 
30, 1999, even if the sixth or tenth anniversary, or the expiration 
date, of the registration is on or after October 30, 1999. This 
is true even for affidavits and renewal applications that are 
filed before, but examined after, October 30, 1999. See the 
discussion under the heading “Dates/Applicability Dates,” 
supra, for further information about the effective date of TLTIA 
and this final rule. 


Comment: One comment suggested that it would be unfair 
to charge the deficiency surcharge if large backlogs prevent 
examination in a timely manner. 


Response: Ultimately, it is the registrant who is responsible 
for filing documents that meet the requirements of the Act and 
the rules. The surcharges required by §§ 8(c)(2) and 9(a) of 
the Act will be charged regardless of whether there are backlogs 
in examination. Under current law, statutory requirements must 
be met before the end of the filing period set forth in the Act, 
or the registration will be cancelled. The new law provides a 
benefit to registrants because it permits correction of most 
statutory deficiencies after the expiration of the statutory filing 
period, albeit for an additional fee. To avoid deficiency fees, 
registrants are encouraged to file § 8 affidavits and renewal 
applications early in the statutory period. Under both §§ 8 and 
9 of the Act, there is a one-year period in which a § 8 affidavit 
or renewal application can be filed, plus an additional six- 
month grace period. Section 8 affidavits are now examined 
within six months of filing, and renewal applications are exam- 
ined less than two months after filing. 


Comment: One comment stated that it would be unfair to charge 
a deficiency surcharge if the information needed to cure defects 
is within the control of the PTO, e.g., an assignment or change 
of name waiting to be recorded. 


Response: If the party who filed was the owner of the registra- 
tion at the time of filing, there will be no deficiency surcharge 
for recording documents or submitting other evidence of owner- 
ship, before or after the expiration of the filing periods set forth 
in the Act. 
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Comment: One comment asked why there was a surcharge for 
correcting deficiencies in a § 8 affidavit, but not for a § 15 
affidavit. 


Response: Section 8(c)(2) of the Act requires a surcharge for 
correcting deficiencies after expiration of the deadline set forth 
in § 8 of the Act, while §15 of the Act does not require a 
deficiency surcharge. There is no statutory cutoff date for filing 
a § 15 affidavit. Amendments or corrections to § 15 affidavits 
are not accepted, but substitute affidavits may be filed. TMEP 
§ 1604.03. 


Comment: The Office had proposed decreasing the renewal fee 
from $300 to $200 per class, and increasing the filing fees for 
§ 8 and § 15 affidavits from $100 to $200 per class. Two 
comments objected to the proposed increase in filing fees for 
§ 8 and § 15 affidavits. 


Response: The Office is withdrawing these proposals at this 
time. 


Comment: One comment suggested that the automated records 
of the Office should specify which affidavits had been filed 
under § 8 of the Act, e.g., “first § 8 affidavit,” “second § 8 
affidavit,” etc. 


Response: The Office’s automated records will identify a § 8 
affidavit as “Section 8 (6-year)” or “Section 8 (10-year).” Fur- 
ther information may be obtained from the Status Line at (703) 
305-8747, or from the Trademark Applications and Registra- 
tions Retrieval (TARR) database on the Office’s World Wide 
Web site at http://www.uspto.gov/go/tarr/. The prosecution his- 
tory will show the number of § 8 affidavits that have been 
filed. 





Recording Assignments and Changes of Name 


Currently, the Office will record only an original document or 
a true copy of an original. TLTIA § 107 amends § 10 of the 
Act to allow recordation of a document that is not an original 
or a true copy. 


Comment: One comment suggested that § 3.25(a)(4) should be 
amended to delete the requirement for signature by the assignee 
when an assignment is supported by a statement explaining 
how the conveyance affects title. The comment noted that 
assignments signed only by the assignor have been routinely 
recorded for many years; that the rule as written would be a 
major change in policy; that the assignment of trademarks and 
the associated goodwill is regarded as a matter of state law, 
and signature by the assignee is not required by the law of a 
number of states; and that the proposed rule would seek to 
impose by Federal law an additional requirement in a transac- 
tion that is clearly covered by state law, and raises a question 
as to whether there is Federal authority for doing so. 


Response: The suggestion has not been adopted. Section 3.25(a) 
sets forth a number of types of underlying documents one can 
submit to the Office to support a request to record an assign- 
ment. Section 3.25(a)(4) is not a requirement, but only one 
alternative available to a party seeking to record an assignment. 
Traditionally, the only document that the Office accepted to 
support a request to record an assignment was the original 
assignment document or a true copy of the original document. 
Amended § 3.25(a) provides a wider range of supporting docu- 
ments. The Office will continue to accept an original assignment 
document, or a true copy of an original, that is signed only by 
the assignor. 


Comment: One comment suggested that § 3.25(b) should be 
amended to continue the current requirement for an original 
or a true copy of an original with a request to record a change 
of name. The comment noted that it is generally easy to obtain 
a document reflecting a name change, and would therefore not 
be a significant burden to parties seeking to record assignments; 
and that the proposed rule requiring only a legible cover sheet 
would result in a burden to members of the public seeking to 
confirm the change in ownership. 


Response: The suggestion has not been adopted. The deletion 
of the requirement for an underlying document supporting a 
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request to record a change of name was made because § 10 of 
the Act no longer requires an underlying document in a request 
to record a name change. 


Assignment of § 1(b) Applications 


TLTIA § 107 amends § 10 of the Act to permit an assignment 
after the applicant files an amendment to allege use under § 
l(c) of the Act. Currently, a § 1(b) application cannot be 
assigned until after the filing of a statement of use under § 
1(d) of the Act, except to a successor to the applicant’s business, 
or the portion of the business to which the mark pertains. 
This amendment corrects an oversight in the Trademark Law 
Revision Act of 1988 (Title | of Pub. Law. No. 100-667, 102 
Stat. 3935 (15 U.S.C. 1051)), which amended § 10 of the Act 
to permit an assignment of a § 1(b) application to someone 
other than a successor to the applicant’s business only after 
the filing of a statement of use under § 1(d) of the Act. The 
substance of statements of use and amendments to allege use 
are the same, and the only difference is the time of filing, so 
there is no reason to treat them differently. 


Discussion of Specific Rules Changed or Added 


The Office is amending rules 1.1, 1.4, 1.5, 1.6, 1.23, 2.1, 2.6, 
DUT; Ley Rede DW y Boddy BT 5y DIM BBDy BOTs DIR Bs 
2.45, 2.51, 2.52, 2.56, 2.57, 2.58, 2.59, 2.66, 2.71, 2.72, 2.76, 
2.86, 2.88, 2.89, 2.101, 2.111, 2.146, 2.151, 2.155, 2.156, 2.160, 
2.161, 2.162, 2.163, 2.164, 2.165, 2.166, 2.167, 2.168, 2.173, 
2.181, 2.182, 2.183, 2.184, 2.185, 2.186, 3.16, 3.24, 3.25, 3.28, 
3.31, and 6.1. 


Section 1.1(a)(2) is amended to set forth all the addresses for 
filing trademark correspondence in one rule. 


Section 1.1(a)(2)(i) is amended to exempt papers filed electroni- 
cally from the requirement that correspondence be mailed to 
the street address of the Office. 


Section 1.1(a)(2)(v) is amended to state that an applicant may 
transmit an application for trademark registration electronically, 
but only if the applicant uses the Office’s electronic form. 


Section 1.4(a)(2) is amended to correct a cross-reference. 


Section 1.4(d)(1)(iii) is added to provide for signature of elec- 
tronically transmitted trademark filings, where permitted. 


Section 1.5(c) is amended to clarify the requirements for identi- 
fying trademark applications and registrations. 


Section 1.6(a) is amended to provide that the Office will con- 
sider trademark-related correspondence transmitted electroni- 
cally to have been filed on the date of transmission, regardless 
of whether that date is a Saturday, Sunday, or Federal holiday 
within the District of Columbia. This is consistent with the 
treatment of correspondence filed as Express Mail with the 
United States Postal Service (USPS) under § 1.10. 


Comment: One comment suggested that § 1.6(a)(1) be amended 
to state that Express Mail deposited on a Saturday, Sunday, or 
Federal holiday will receive a filing date as of the date of 
deposit with the USPS. 


Response: The suggestion has not been adopted. Sections 
1.6(a)(2) and 1.10(a) already state that correspondence filed 
by Express Mail will be considered filed as of the date of 
deposit with USPS, and these sections do not limit the date of 
deposit as Express Mail to a day that is not a weekend or 
Federal holiday. Therefore, it is not necessary to repeat this 
information in § 1.6(a)(1). The Office now stamps correspon- 
dence filed by Express Mail under § 1.10 with the USPS “date 
in,” regardless of whether that date is a Saturday, Sunday, 
or Federal holiday within the District of Columbia. TMEP § 
702.02(f); MPEP § 513. 


The current text of § 1.23 is designated as paragraph (a), and 
amended to clarify that payment must be made in U.S. dollars, 
and in the form of a cashier’s or certified check, Treasury note, 
or USPS money order to be considered unconditional payment 
of a fee. As with current practice, payment of a fee by other 
forms (e.g., by personal or corporate check, or authorization 
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to charge a credit card) is subject to actual collection of the 
fee. Section 1.23 is also amended to add a paragraph (b), 
providing that payments of money for fees in electronically filed 
trademark applications, or electronic submissions in trademark 
applications, may also be made by credit card. The Office 
previously limited fee payment by credit card to the fees 
required for information products, and will continue to accept 
payment of information product fees by credit card. 


Section 1.23(b) will also provide that payment of a fee by 
credit card must specify the amount to be charged and such 
other information as is necessary to process the charge, and is 
subject to collection of the fee. 


Section 1.23(b) will further provide that the Office will not 
accept a general authorization to charge fees to a credit card. 
The Office cannot accept an authorization to charge “all 
required fees” or “the filing fee” to a credit card, because 
the Office cannot determine with certainty the amount of an 
unspecified fee (the amount of the “required fee” or the appli- 
cable “filing fee”) within the time frame for reporting a charge 
to the credit card company. Also, the Office cannot accept 
charges to credit cards that require the use of a personal identifi- 
cation number (PIN) (e.g., certain debit cards or check cards). 


Section 1.23(b) also contains a warning that if credit card 
information is provided on a form or document other than a 
form provided by the Office for the payment of fees by credit 
card, the Office will not be liable if the credit card number is 
made public. The Office currently provides an electronic form 
for use when paying a fee in an electronically filed trademark 
application or electronic submission in a trademark application. 
This form will not be included in the records open to public 
inspection in the file of a trademark matter. However, the 
inclusion of credit card information on forms or documents 
other than the electronic form provided by the Office may 
result in the release of credit card information. 


Section 2.1 is amended to update a cross-reference. 


Section 2.6(a)(6) is amended to delete reference to the three- 
month renewal grace period. TLTIA changes the grace period 
to six months. 


Section 2.6(a)(14) is removed because it is unnecessary. The 
cost of a combined affidavit or declaration under §§ 8 and 15 
of the Act is the sum of the cost of the individual filings. 


Section 2.6(a)(14) is added, requiring a $100 surcharge per 
class for filing a § 8 affidavit during the grace period. 


Section 2.6(a)(20) is added, requiring a $100 surcharge for 
correcting a deficiency in a § 8 affidavit. 


Section 2.6(a)(21) is added, requiring a $100 surcharge for 
correcting a deficiency in a renewal application. 


Section 2.17(c) is added, stating that to be recognized as a 
representative in a trademark case, an attorney as defined in § 
10.1(c) may file a power of attorney, appear in person, or sign 
a paper that is filed with the Office on behalf of an applicant 
or registrant. This codifies current practice. 


Section 2.17(d) is added, stating that someone may file a power 
of attorney that relates to more than one trademark application 
or registration, or to all existing and future applications and 
registrations; and that someone relying on such a power of 
attorney must: (1) include a copy of the previously filed power 
of attorney; or (2) refer to the previously filed power of attorney, 
specifying: the filing date; the application serial number, regis- 
tration number, or inter partes proceeding number for which 
the original power of attorney was filed; and the name of the 
party who signed the power of attorney; or, if the application 
serial number is not known, submit a copy of the application 
or a copy of the mark, and specify the filing date. 


Comment: One comment requested clarification as to whether a 
“global” power of attorney will be effective for all registrations, 
including those that have no immediate deadline. 


Response: Yes, the power of attorney will be effective for 
registrations that have no immediate deadline. When the 
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attorney later takes an action, such as filing an affidavit of 
continued use or a renewal application, he or she must comply 
with the requirements of § 2.17(d) in order to rely on the power 
of attorney. 


Comment: One comment asked whether a global power of 
attorney will remain valid if the application for which the power 
was filed is abandoned. 


Response: Yes. The Office will maintain a record of the power 
of attorney, and the power will remain valid even if the original 
power was filed with an application that is later abandoned, 
or with a registration that is later cancelled. 


Comment: One comment suggested that the Office should 
require attorneys to set forth the jurisdiction in which they are 
admitted and their bar number in a power of attorney. 


Response: The suggestion has not been adopted, because the 
Office does not need this information to process applications 
and other documents. The purpose of TLT is to minimize the 
number of formal requirements for applications, powers of 
attorney and other documents, and to make the procedural 
requirements of the different national trademark offices more 
consistent. Instituting a new requirement that an attorney 
include the jurisdiction in which he or she is admitted and a 
bar number would not serve this purpose. 


Section 2.20 is revised to delete the requirement for a declara- 
tion by a “member of the firm or an officer of the corporation 
or association,” because this requirement has been deleted from 
§§ 1(a) and 1(b) of the Act. 


Comment: One comment suggested that § 2.20 be amended 
to permit the use of the language of 28 U.S.C. 1746 in a 
declaration. 


Response: The suggestion has been adopted. Section 2.20 is 
amended to permit the filing of a verification under 28 U.S.C. 
1746 in lieu of either an affidavit or a declaration under § 2.20. 
This reflects current practice. TMEP § 803.02. 


Section 2.21 is revised to require the following minimum 
requirements for receipt of an application filing date: (1) the 
name of the applicant; (2) a name and address for correspon- 
dence; (3) a clear drawing of the mark; (4) an identification 
of goods or services; and (5) the filing fee for at least one class 
of goods or services. See the discussion under the heading 
“Supplementary Information/Application Filing Dates,” supra. 


The following minimum requirements for receiving a filing 
date have been deleted:a stated basis for filing; a verification 
or declaration signed by the applicant; an allegation of use in 
commerce, specimen, and date of first use in commerce in an 
application under § 1(a) of the Act; an allegation of the appli- 
cant’s bona fide intention to use the mark in commerce in an 
application under § 1(b) or § 44 of the Act; a claim of priority 
in an application under § 44(d) of the Act; and a certified copy 
of a foreign registration in an application under § 44(e) of the 
Act. A claim of priority under § 44(d) must be filed before the 
end of the priority period. All other elements must be provided 
during examination. 


Section 2.21(a)(3) is amended to require a “clear drawing of 
the mark” rather than the drawing “substantially meeting all 
the requirements of § 2.52” that is now required.Section 2.21(b) 
is amended to state that the Office “may” rather than “will” 
return the papers and fees to the applicant when an application 
does not meet the minimum filing requirements. A new proce- 
dure is being considered under which the Office would retain 
applications that do not meet the minimum filing requirements. 
Applicants would have an opportunity to supply the missing 
element and receive a filing date as of the date the Office 
receives the missing element. Until a new policy is announced, 
the Office will continue to return the papers and fees to the 
applicant. 


Comment: One comment stated that it reserves judgment on 
the possible future change in procedures for handling informal 
applications. 
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Response: If the Office does decide to change procedures for 
handling informal applications, it will seek input from the 
public before instituting the changes. The center heading “THE 
WRITTEN APPLICATION” before § 2.31 is deleted because 
it is unnecessary. The heading “APPLICATION FOR REGIS- 
TRATION,” immediately before § 2.21, encompasses the rules 
that now fall under the heading “THE WRITTEN APPLICA- 
TION.” 


Section 2.31 is removed and reserved. The substance of the 
requirement that the application be in English has been moved 
to revised § 2.32(a). 


The heading of § 2.32 is changed to “Requirements for a 
complete application.” Revised § 2.32(a) lists the requirements 
for the written application, now listed in § 2.33(a)(1). Proposed 
§ 2.32(a)(3)(ii) required that a juristic applicant set forth the 
state or nation under the laws of which the applicant is orga- 
nized. This is consistent with current § 2.33(a)(1)(ii). 


Comment: One comment suggested that “state or nation” in 
§ 2.32(a)(3)(ii) be changed to “jurisdiction (usually state or 
nation),” because juristic persons such as corporations may be 
incorporated under the law of a jurisdiction that is not a state 
or nation. 


Response: The suggestion has been adopted. 


Section 2.32(a)(6) requires a list of the goods or services on 
or in connection with which the applicant uses or intends to 
use the mark, and states that in an application filed under § 
44 of the Act, the scope of the goods or services covered by 
the section 44 basis may not exceed the scope of the goods or 
services in the foreign application or registration. 


Comment: One comment suggested that § 2.32(a)(6) be 
amended to state than an application may be filed under multiple 
bases, with some of the goods/services supported by only one 
of the bases. 


Response: The suggestion has not been adopted because it is 
unnecessary. Section 2.34(b)(1) clearly states that an applicant 
may claim more than one basis in a single application, and § 
2.34(b)(2) indicates that the goods/services in such an applica- 
tion may be covered by different bases. 


The heading of § 2.33 is changed to “Verified statement.” 


Section 2.33(a) is amended to state that the application must 
include a statement that is signed and verified by a person 
properly authorized to sign on behalf of the applicant. Section 
2.33(a) further states that a person who is properly authorized 
to sign on behalf of the applicant is: (1) a person with legal 
authority to bind the applicant; or (2) a person with firsthand 
knowledge of the facts and actual or implied authority to act 
on behalf of the applicant; or (3) an attorney as defined in § 
10.1(c) of this chapter who has an actual or implied written or 
verbal power of attorney from the applicant. See the discussion 
under the heading “Supplementary Information/Persons Who 
May Sign,” supra. 


The substance of current § 2.32(b) is moved to § 2.33(c). 
Revised § 2.33 states that the Office may require a substitute 
verification of the applicant’s continued use or bona fide inten- 
tion to use the mark when the applicant does not file the verified 
statement within a reasonable time after the date it is signed. 
This codifies present practice. Section 2.32(b) now states only 
that a verification of the applicant’s continued use of the mark 
is required where the application is not filed within a reasonable 
time after it is signed. However, the Office also requires verifi- 
cation of the applicant’s continued bona fide intention to use 
the mark in commerce when a verification under § 1(b) or § 
44 of the Act is not filed within a reasonable time after it is 
signed. TMEP § 803.04. 


Section 2.33(b)(1) is amended to delete the requirement that 
the applicant specify the type of commerce in which the mark 
is used. See the discussion under the heading “Supplementary 
Information/Specification of Type of Commerce No Longer 
Required,” supra. 
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Section 2.33(d) is added, stating that where an electronically 
transmitted filing is permitted, the person who signs the verified 
statement must either: (1) place a symbol comprised of numbers 
and/or letters between two forward slash marks in the signature 
block on the electronic document; and print, sign and date in 
permanent ink, and maintain a paper copy of the electronic 
submission; or (2) use some other form of electronic signature 
that the Commissioner may designate. 


Section 2.34 is added, setting forth the requirements for the 
four bases for filing. 


New § 2.34(a)(1) lists the requirements for an application under 
§ 1(a) of the Act, now listed in §§ 2.21(a)(5)(i), 2.33(a)(1)(iv), 
2.33(a)(1)(vii), 2.33(a)(2), and § 2.33(b)(1). Section 2.34(a)(2) 
lists the requirements for an application under § 1(b) of the 
Act, now listed in §§ 2.21(a)(5)(iv) and 2.33(a)(1)(iv). 


Section 2.34(a)(iii) is amended to delete the requirement that 
the applicant specify the type of commerce in which the mark 
is used. See the discussion under the heading “Supplementary 
Information/Specification of Type of Commerce No Longer 
Required,” supra. 


Comment: One comment suggested that § 2.34(a)(1)(i), which 
pertains to applications based on use in commerce under § 1(a) 
of the Act, be amended to change “application filing date” to 
“application filing date (in the case of an application claiming 
priority under Section 44(d), such use in commerce shall be 
required as of the U.S. filing date not the filing date of the 
priority application),” to avoid any confusion, because in a § 
44(d) application that claims priority, the effective filing date 
is the filing date of the foreign application. 


Response: The suggestion has not been adopted, because it is 
unnecessary, and could be confusing to domestic applicants 
who base their applications solely on use in commerce and are 
unfamiliar with the requirements of § 44(d). Under § 1.6, 
correspondence is stamped with the date of receipt in the Office, 
unless the correspondence is filed under § 1.10, which provides 
for the filing of papers and fees by Express Mail. The term 
“application filing date” is now commonly used to refer to the 
date the application is received in the Patent and Trademark 
Office, and the priority date in a § 44(d) application is referred 
to as the “effective filing date.” TMEP § 708.02. The Office 
knows of no instances in which a party whose application was 
based on both § 44(d) and § 1(a) mistakenly believed that the 
requirements for the § 1(a) basis must be met as of the priority 
date. 


Section 2.34(a)(3) lists the requirements for an application 
under § 44(e) of the Act, now listed in §§ 2.21(a)(5)(ii) and 
2.33(a)(1)(viii). Section 2.34(a)(3)(ii) requires a certified copy 
of a foreign registration. Currently, a § 44(e) applicant must 
submit a foreign certificate to receive a filing date. However, 
TLTIA § 108 amends § 44(e) of the Act to delete the require- 
ment that the application be “accompanied by” the foreign 
certificate. The Office will require that the applicant submit 
the certificate during examination. 


New § 2.34(a)(3)(iii) is added, stating that if it appears that 
the foreign registration will expire before the mark in the United 
States application will register, the applicant must submit a 
certification from the foreign country’s trademark office, 
showing that the registration has been renewed and will be in 
force at the time the United States registration will issue. This 
codifies current practice. TMEP § 1004.03. 


Comment: One comment suggested that the phrase “before the 
United States registration will issue,” be changed to “before 
the United States registration is expected to issue assuming no 
unusual delays,” because at the time of examination the exact 
date of issue is subject to wide variance. 


Response: The suggestion has not been adopted. Even if there 
is a delay in issuance of a registration in an application under 
§ 44(e) of the Act, due to an opposition or for other reasons, 
the United States registration will not issue unless the foreign 
registration has been renewed and is in force. 
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New § 2.34(a)(4) lists the requirements for an application under 
§ 44(d) of the Act, now listed in §§ 2.21(a)(5)(iii), 
2.33(a)(1)(ix), and 2.39. Section 2.34(a)(4)(i) requires that a 
priority claim be filed within six months of the filing date of 
the foreign application. This is consistent with Articles 4(C)(1) 
and 4(D)(1) of the Paris Convention for the Protection of Indus- 
trial Property, as revised at Stockholm on July 14, 1967 (Paris 
Convention). 


New § 2.34(b)(1) states that an applicant may claim more than 
one basis, provided that the applicant meets the requirements 
for all bases claimed. This codifies current practice. Section 
2.34(b)(1) also states that the applicant may not claim both 
§§ l(a) and 1(b) for the identical goods or services in one 
application. 


Revised § 2.34(b)(2) requires that the applicant specify which 
basis covers which goods or services when an applicant claims 
more than one basis. 


New § 2.34(c) sets forth the definition of “commerce,” currently 
found in § 2.33(a)(3). 


Section 2.37 is removed. 
Section 2.35 is redesignated as § 2.37. 
Section 2.35 is added: “Adding, deleting, or substituting bases.” 


New § 2.35(a) states that the applicant may add or substitute 
a basis for registration before publication, and that the applicant 
may delete a basis at any time. 


Section 2.35(b) is amended to state that an application may be 
amended to add or substitute a basis after publication, if the 
applicant files a petition to the Commissioner; and that republi- 
cation will always be required. This codifies current practice. 
TMEP § 1006.04. See the discussion under “Supplementary 
Information/Amendment of Basis After Publication,” supra. 


New § 2.35(c) changes current practice to allow a § 44(d) 
applicant to retain the priority filing date when the applicant 
substitutes a new basis after the expiration of the six-month 
priority period. Currently, if an application is filed solely under 
§ 44(d), and the applicant amends to substitute a different 
basis after the expiration of the six-month priority period, the 
effective filing date of the application becomes the date the 
applicant perfects the amendment claiming the new basis. 
TMEP § 1006.03. 


Comment: Proposed § 2.35(c) stated that when the applicant 
substitutes a basis, the Office will presume that the original 
basis was valid, unless there is contradictory evidence in the 
record. One comment questioned whether an application that 
was amended from § 1(a) to § 1(b) would be subject to attack 
on the ground that the original basis was invalid because there 
was no use as a mark. 


Response: A party who filed an application based on use in 
commerce, but later discovered that what he or she thought 
was appropriate trademark use was not in fact technical trade- 
mark use, clearly had a bona fide intention to use the mark in 
commerce as of the filing date. If the use basis is invalid, the 
applicant is entitled to retain the original filing date because 
the applicant had a bona fide intention to use the mark in 
commerce at all times. Section 2.35(c) is therefore amended 
to delete the statement that the Office will presume that the 
original basis was valid and substitute a statement that the 
Office will presume that there was a continuing valid basis, 
unless there is contradictory evidence in the record. 


New § 2.35(d) states that if an applicant properly claims a § 
44(d) basis in addition to another basis, the applicant will retain 
the priority filing date under § 44(d) no matter which basis 
the applicant perfects. This codifies current practice. TMEP § 
1006.01. 


New § 2.35(e) states that the applicant may add or substitute 
a § 44(d) basis only within the six-month priority period fol- 
lowing the filing date of the foreign application. This is consis- 
tent with current practice (TMEP § 1006.05), and with Articles 
4(C)(1) and 4(D)(1) of the Paris Convention. 
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New § 2.35(f) states that an applicant who adds a basis must 
state which basis covers which goods or services. 


New § 2.35(g) states that if an applicant deletes a basis, the 
applicant must also delete any goods or services covered solely 
by the deleted basis. This codifies current practice. 


New § 2.35(h) states that once an applicant claims a § 1(b) 
basis as to any or all of the goods or services, the applicant 
may not amend the application to seek registration under § 
1(a) of the Act for those goods or services unless the applicant 
files an allegation of use under § 1(c) or § 1(d) of the Act. 


Section 2.38(a) is amended to update a cross-reference. 


Section 2.39 is removed and reserved. The requirements for 
filing a priority claim under § 44(d) of the Act are moved to 
§ 2.34(a)(4), discussed above. 


Sections 2.45(a) and (b) are revised to: (1) delete the require- 
ment for a statement of the method or intended method of use 
in a certification mark application; and (2) require a copy 
of the standards that determine whether others may use the 
certification mark on their goods and/or in connection with 
their services. Sections 1(a) and 1(b) of the Act, as amended, 
no longer require a statement of the method or intended method 
of use of a mark. The requirement for a copy of the certification 
standards codifies current practice. TMEP § 1306.06(g)(ii). 


Sections 2.51(c) through (e) are removed. The substance of 
those rules is moved to new § 2.52. 


Section 2.52(a) is revised to define the term “drawing,” to 
indicate that a drawing may only depict a single mark, and to 
define the terms “typed drawing” and “special form drawing.” 


Section 2.52(a) is revised to add guidelines for drawings of 
various types of unusual marks, such as marks that include 
color, three-dimensional objects, motion, sound or scent; and 
to add guidelines for showing placement of the mark on goods, 


packaging for goods, or in advertising of services. 


Section 2.52(b) is revised to indicate the recommended format 
for the drawing of a mark. 


Section 2.52(c) is revised to state that for an electronically filed 
application, if the mark cannot be shown as a “typed drawing,” 
the applicant must attach a digitized image of the mark to the 
application. 


Sections 2.56, 2.57, and 2.58 are consolidated into § 2.56. 
Sections 2.57 and 2.58 are removed and reserved. 


Section 2.56(a) is revised to require one rather than three speci- 
mens with an application under § 1(a) of the Act, or an allegation 
of use under § 1(c) or § 1(d) of the Act in an application under 
§ 1(b) of the Act. See the discussion under “Supplementary 
Information/Number of Specimens Required,” supra. 


Section 2.56(b)(1) is added, stating that a trademark specimen 
is a label, tag, or container for the goods, or a display associated 
with the goods; and that the Office may accept another docu- 
ment related to the goods or the sale of the goods when it is 
not possible to place the mark on the goods or packaging for 
the goods. This is consistent with the current § 2.56. 


Comment: One comment suggested that the second sentence 
of § 2.56(b)(1) should be amended to substitute “will” for 
“may,” and that the following sentence be added at the end of 
the paragraph: “The Office may accept a display associated 
with the goods when this is the customary method of use of a 
trademark in the relevant trade or industry.” 


Response: The suggestion has not been adopted. The first sen- 
tence of § 2.56(b)(1) already states that a specimen may be a 
display associated with the goods, so the suggested third sen- 
tence is unnecessary. The word “may” is used in the second 
sentence of § 2.56(b)(1) because it is within the discretion of 
the examining attorney to determine whether specimens are 
acceptable. 
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Section 2.56(b)(2) is added, stating that a service mark specimen 
must show the mark as actually used in the sale or advertising 
of the services. This is consistent with the current § 2.58(a). 


Section 2.56(b)(3) is added, stating that a collective trademark 
or collective service mark specimen must show how a member 
uses the mark on the member’s goods or in the sale or adver- 
tising of the member’s services. This codifies current practice.- 
TMEP § 1303.02(b). 


Section 2.56(b)(4) is added, stating that a collective membership 
mark specimen must show use by members to indicate member- 
ship in the collective organization. This codifies current prac- 
tice. TMEP § 1304.09(c). 


Section 2.56(b)(5) is added, stating that a certification mark 
specimen must show how a person other than the owner uses 
the mark to certify regional or other origin, material, mode of 
manufacture, quality, accuracy, or other characteristics of the 
person’s goods or services; or that members of a union or other 
organization performed the work or labor on the goods or 
services. This codifies current practice. TMEP § 1306.06(c). 


Section 2.56(c) is added, stating that a photocopy or other 
reproduction of a specimen is acceptable, but that a photocopy 
or facsimile that merely reproduces the drawing is not a proper 
specimen. This is consistent with the current § 2.57. 


New § 2.56(d)(1) states that a specimen must be flat and no 
larger than 8 1/2 inches (21.6 cm.) wide by 11.69 inches (29.7 
cm.) long. This is consistent with the current § 2.56. 


Section 2.56(d)(2) is added, stating that if the applicant files 
a specimen that is too large (a “bulky specimen”), the Office will 
create a facsimile of the specimen that meets the requirements of 
the rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 
wrapper. See the discussion under “Supplementary Informa- 
tion/Bulky Specimens,” supra. 


Section 2.56(d)(4) is added, stating that if the application is 
filed electronically, the specimen must be submitted as a digi- 
tized image. 


Section 2.59, which governs the filing of substitute specimens, 
is revised to clarify and simplify the language. Section 
2.59(b)(1) provides that when an applicant submits substitute 
specimens after filing an amendment to allege use under § 
2.76, the applicant must verify the substitute specimens were 
in use in commerce prior to filing the amendment to allege 
use. 


Comment: One comment suggested that § 2.59(b)(1) be 
amended to provide for the filing of substitute specimens that 
were in use “prior to filing the substitute specimen(s),” even 
if the specimens were not in use as of the filing date of the 
amendment to allege use. The comment noted that under the 
current rule, if the substitute specimens are not in use as of 
the filing date of the amendment to allege use, then the applicant 
must cancel the first amendment to allege use and substitute 
a new one, and stated that this serves no useful purpose. 


Response: The suggestion has not been adopted. Section 1(c) 
of the Act provides for the filing of an amendment to allege 
use only after the applicant “has made use of the mark in 
commerce.” Under § 2.76(e)(2), a minimum filing requirement 
for an amendment to allege use is a specimen showing that 
the mark is in use in commerce on or in connection with the 
goods or services. If the applicant cannot show use in commerce 
as of the filing date of the amendment to allege use, then the 
amendment cannot be considered “filed” as of that date. The 
Office believes that its records should accurately show the date 
when an intent-to-use applicant files an acceptable amendment 
to allege use under § 1(c) of the Act, because this date can be 
significant. For example, under § 2.75(b), if an intent-to-use 
applicant amends to the Supplemental Register, the effective 
filing date of the application becomes the date the amendment 
to allege use was perfected. It would be unfair to grant the intent- 
to-use applicant an effective filing date on the Supplemental 
Register before the mark was actually in use in commerce. 
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Section 2.66 is revised to set forth the requirements for filing 
a petition to revive an abandoned application when the delay 
in responding to an Office action or notice of allowance is 
“unintentional.” See the discussion under “Supplementary 
Information/Revival of Abandoned Applications,” supra. 


Sections 2.66(a)(1) and (2) are added, requiring that the appli- 
cant file a petition to revive within (1) two months of the 
mailing date of the notice of abandonment; or (2) two months 
of actual knowledge of abandonment. Currently, the deadline 
for filing a petition to revive is sixty days from the mailing date 
of the notice of abandonment or the date of actual knowledge of 
abandonment. TMEP § 1112.05(a). The two-month deadline 
will make it easier to calculate the due date for a petition 
because it will not be necessary to count days. 


Section 2.66(a)(2) states that an applicant must be diligent in 
checking the status of an application, and that to be diligent, 
the applicant must check the status of the application within 
one year of the last filing or receipt of a notice from the Office 
for which further action by the Office is expected. This codifies 
current practice. TMEP §§ 413 and 1112.05(b)(ii). See the 
discussion under the heading “Supplementary Information/Due 
Diligence,” supra. 


Sections 2.66(b)(2) and (c)(2) are amended to require “‘a state- 
ment, signed by someone with firsthand knowledge of the facts, 
that the delay . . . was unintentional.” This statement need not 
be verified. 


Section 2.66(b)(3) is amended to state that if the applicant did 
not receive the Office action, the applicant need not include a 
proposed response to an Office action with a petition to revive. 
This codifies current practice. 


Sections 2.66(c)(3) and (4) are amended to state that if the 
applicant did not receive the notice of allowance and requests 
cancellation of the notice of allowance, the petition to revive 
need not include a statement of use or request for an extension 
of time to file a statement of use, or the fees for the extension 


requests that would have been due if the application had never 
been abandoned. This codifies current practice. 


Section 2.66(c)(5) is added, stating that the applicant must file 
any further requests for extensions of time to file a statement 
of use under § 2.89 that become due while the petition is 
pending, or file a statement of use unless: (1) a statement of 
use is filed with or before the petition to revive, or (2) the 
petition states that the applicant did not receive the notice of 
allowance and requests cancellation of the notice of allowance. 
This codifies current practice. 


Section 2.66(f)(3) is added, stating that if the Commissioner 
denies the petition to revive, the applicant may request reconsid- 
eration by: (1) filing the request within two months of the 
mailing date of the decision denying the petition; and (2) paying 
a second petition fee under § 2.6. Currently, the rules do not 
specifically provide for requests for reconsideration of petition 
decisions, but the Commissioner has the discretion to consider 
these requests under § 2.146(a)(3). The Office believes that an 
additional fee should be required to pay for the work done in 
processing the request for reconsideration. This is consistent 
with new § 2.146(j). 


Section 2.71(a) is revised to state that the applicant may amend 
the identification to clarify or limit, but not broaden, the identifi- 
cation of goods and/or services. This simplifies the language 
of the current § 2.71(b). 


New § 2.71(b)(1) states that if the declaration or verification 
of an application under § 2.33 is unsigned or signed by the 
wrong person, the applicant may submit a substitute verification 
or declaration under § 2.20. This changes current practice. 
Currently, the applicant must submit a signed verification to 
receive an application filing date, and if the verification is 
signed by the wrong party, the applicant cannot file a substitute 
verification unless the party who originally signed had “color 
of authority” (i.e., firsthand knowledge of the facts and actual 
or implied authority to act on behalf of the applicant). TMEP 
§ 803. As discussed above, the Office is deleting the require- 
ment that the applicant submit a signed verification in order 
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to receive a filing date. If the verification is unsigned or signed 
by the wrong party, the applicant must replace the declaration 
during examination. 


The requirement for a verification “by the applicant, a member 
of the applicant firm, or an officer of the applicant corporation or 
association” has been removed from § 2.71(c). This is consistent 
with the amendments to §§ I(a) and 1(b) of the Act. See 
the discussion under “Supplementary Information/Persons Who 
May Sign,” supra. 


The “color of authority” provisions have been deleted from 
§ 2.71(c). Because the statute no longer specifies who has 
“statutory” authority to sign, the “color of authority” provisions 
are unnecessary. 


New § 2.71(b)(2) states that if the declaration or verification 
of a statement of use under § 2.88 or a request for extension 
of time to file a statement of use under § 2.89 is unsigned or 
signed by the wrong party, the applicant must submit a substi- 
tute verification before the expiration of the statutory deadline 
for filing the statement of use. Section 2.71(d) is added, stating 
that a mistake in setting out the applicant’s name can be cor- 
rected, but the application cannot be amended to set forth a 
different entity as the applicant; and that an application filed 
in the name of an entity that did not own the mark on the filing 
date of the application is void. This codifies current practice. 
TMEP § 802.07. See the discussion under “Supplementary 
Information/Filing by Owner,” supra. 


Section 2.72 is revised to remove paragraph (a), and redesignate 
paragraphs (b) through (d) as (a) through (c). 


New paragraphs (a) through (c) will each state that an applicant 
may not amend the description or drawing of the mark if the 
amendment materially alters the mark; and that the Office will 
determine whether a proposed amendment materially alters a 
mark by comparing the proposed amendment with the descrip- 
tion or drawing of the mark in the original application. See 
the discussion under the heading “Supplementary Information/ 
Material Alteration,” supra. 


Comment: One comment suggested that § 2.72(b) should be 
amended to provide that in an application based on § 1(b) of 
the Act, the applicant “may amend the heading on the drawing 
to reflect a change in applicant’s name, jurisdiction of citizen- 
ship or organization, and/or address at any time,” to encourage 
the prompt amendment of applications to reflect changes in 
the applicant’s name, address and/or jurisdiction. 


Response: The suggestion has not been adopted because it is 
unnecessary. Section 2.72(b) pertains only to amendment of 
the “description or drawing of the mark,” not to amendment 
of the heading on a drawing. An applicant who submits a 
substitute drawing is free to amend the heading in the substitute 
drawing. 


Comment: One comment suggested that § 2.72(c)(1) be 
amended to provide that in an application based on § 44(d) of 
the Act, the applicant may amend the drawing of the mark if 
the amendment is supported by the foreign application, 
“because there may never be a ‘foreign registration certificate’ 
if the foreign priority application lapses.” 


Response: The suggestion has not been adopted. Section 44(d) 
is a basis for filing an application, not a basis for registration. 
If the applicant perfects the § 44(e) basis, the mark in the 
United States application must be a substantially exact represen- 
tation of the mark in the home country registration. If the 
applicant elects not to perfect the § 44(e) basis, the mark in 
the United States application must be a substantially exact 
representation of the mark on the specimens filed with a § 1(a) 
application or with an allegation of use in a § 1(b) application. 
A mark would not be registrable if it were a substantially exact 
representation of the mark in the foreign application, but not 
a substantially exact representation of the mark in the foreign 
registration in a § 44(e) application, or the specimens in a use- 
based application. 


Section 2.76(b)(1) is revised to state that a complete amendment 
to allege use must include a statement that is verified or sup- 
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ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant. 


Section 2.76(b)(1) is further revised to delete the requirement 
for a statement of the method or manner of use of the mark 
in an amendment to allege use, because this requirement has 
been removed from § 1(a) of the Act. 


Section 2.76(b)(1)(ii) is amended to delete the requirement that 
the applicant specify the type of commerce in which the mark 
is used. See the discussion under the heading “Supplementary 
Information/Specification of Type of Commerce No Longer 


Required,” supra. 


Section 2.76(b)(2) is revised to require one rather than three 
specimens with an amendment to allege use. 


Section 2.76(i) is added, stating that if an amendment to allege 
use is not filed within a reasonable time after it is signed, the 
Office may require a substitute verification or declaration under 
§ 2.20 that the mark is still in use in commerce. This codifies 
current practice. TMEP § 803.04. 


Section 2.76(j) is added, noting that the requirements for multi- 
class applications are stated in § 2.86. 


The heading of § 2.86 is changed to “Application may include 
multiple classes.” The current § 2.86(a), which states that an 
applicant may recite more than one item of goods, or more 
than one service, in a single class, if the applicant either has 
used or has a bona fide intention to use the mark on all the 
goods or services, is removed. The substance of this provision 
is moved to §§ 2.34(a)(1)(v), 2.34(a)(2)(ii), 2.34(a)(3)(iv), and 
2.34(a)(4)(iv). 


Section 2.86(a) is revised to include sections now found in § 
2.86(b), stating that the applicant may apply to register the 
same mark for goods and/or services in multiple classes in 
a single application, provided that the applicant specifically 


identifies the goods and services in each class; submits a fee for 
each class; and either includes dates of use and one specimen, or 
a statement of a bona fide intention to use the mark in com- 
merce, for each class. 


Section 2.86(a)(3) is amended to add a provision that the appli- 
cant may not claim both use in commerce and a bona fide 
intention to use the mark in commerce for the identical goods 
or services in one application. 


Section 2.86(b) is amended to state that a statement of use or 
amendment to allege use must include the required fee, dates 
of use, and one specimen for each class. Section 2.86(b) is 
amended to add a provision that the applicant may not file the 
statement of use or amendment to allege use until the applicant 
has used the mark on all the goods or services, unless the 
applicant files a request to divide. This is consistent with the 
current §§ 2.76(c) and 2.88(c). 


Section 2.86(c), which prohibits an applicant from claiming 
both use in commerce and intent-to-use in a single multi-class 
application, is deleted. However, new § 2.86(a)(3) will state 
that the applicant may not claim both use in commerce and 
intent-to-use for the identical goods or services in one applica- 
tion. 


The substance of the last sentence of the current § 2.86(b) is 
moved to new § 2.86(c). 


Section 2.88(b)(1) is revised to state that a complete statement 
of use must include a statement that is verified or supported 
by a declaration under § 2.20 by a person properly authorized 
to sign on behalf of the applicant. 


Section 2.88(b)(1) is revised to delete the requirement for a 
statement of the method or manner of use in a statement of 
use. This requirement has been removed from § 1(d)(1) of the 
Act. 


Section 2.88(b)(1)(ii) is amended to delete the requirement that 
the applicant specify the type of commerce in which the mark 
is used. See the discussion under the heading “Supplementary 


OFFICIAL GAZETTE 


Marcu 21, 2000 


Information/Specification of Type of Commerce No Longer 
Required,” supra. 


Section 2.88(b)(2) is revised to require one specimen with a 
statement of use, rather than the three specimens now required. 


Section 2.88(e)(3) is revised to state that if the verification or 
declaration is unsigned or signed by the wrong party, the appli- 
cant must submit a substitute verification or declaration on or 
before the statutory deadline for filing the statement of use. This 
is consistent with current practice. TMEP § 1105.05(f)(i)(A). 
Section 1(d)(1) of the Act specifically requires verification by 
the applicant within the statutory period for filing the statement 
of use. 


Section 2.88(k) is added, stating that if the statement of use is 
not filed within a reasonable time after it is signed, the Office 
may require a substitute verification or declaration under § 
2.20 stating that the mark is still in use in commerce. This 
codifies current practice. TMEP § 803.04. 


Section 2.88(1) is added, noting that the requirements for multi- 
class applications are stated in § 2.86. 


Sections 2.89(a)(3) and (b)(3) are revised to require that the 
statement that the applicant has a bona fide intention to use 
the mark in commerce in a request for an extension of time to 
file a statement of use be verified or supported by a declaration 
under § 2.20 by a person properly authorized to sign on behalf 
of the applicant; and that if the extension request is unsigned 
or signed by the wrong party, the applicant must submit a 
substitute verification or declaration on or before the statutory 
deadline for filing the statement of use. This is consistent with 
current practice. TMEP § 1105.05(d). Sections 1(d)(1) and (2) 
of the Act specifically require verification by the applicant 
within the statutory filing period. 


Section 2.89(d) is revised to remove paragraph (1), which 
requires a statement that the applicant has not yet made use of 
the mark in commerce on all the goods and services. The 
Commissioner has held that an extension request that omits 
this allegation is substantially in compliance with § 2.89(d) if 
the request contains a statement that the applicant has a con- 
tinued bona fide intention to use the mark in commerce. In re 


Schering-Plough Healthcare Products Inc., 24 USPQ2d 1709 
(Comm’r Pats. 1992). Therefore, the requirement is unneces- 


sary. 


Section 2.89(g) is amended to change the time limit for filing 
a petition to the Commissioner from the denial of a request 
for an extension of time to file a statement of use from one 
month to two months. The two-month deadline is consistent 
with the deadline for filing a petition to revive an unintentionally 
abandoned application under § 2.66, and with the amendment 
of the deadline for filing petitions under § 2.146(d). 


Section 2.89(h) is added, stating that if the extension request 
is not filed within a reasonable time after it is signed, the Office 
may require a substitute verification or declaration under § 
2.20 that the applicant still has a bona fide intention to use the 
mark in commerce. This codifies current practice. TMEP § 
803.04. 


Section 2.101(d)(1) is revised to update a cross-reference. 
Section 2.111(c)(1) is revised to update a cross-reference. 


Section 2.146(d) is revised to delete “sixty days” and substitute 
“two months” as the deadline for filing certain petitions. This 
will make it easier to calculate the due date for a petition, 
because it will not be necessary to count days. 


Section 2.146(i) is added, stating that where a petitioner seeks 
to reactivate an application or registration that was abandoned 
or cancelled due to the loss or mishandling of papers mailed 
to or from the Office, the petition will be denied if the petitioner 
was not diligent in checking the status of the application or 
registration; and that to be considered diligent, the applicant 
must check the status of the application or registration within 
one year of the last filing or receipt of a notice from the Office 
for which further action by the Office is expected. This codifies 
current practice. TMEP §§ 413 and 1704. See the discussion 
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under the heading “Supplementary Information/Due Dili- 
gence,” supra. 


Section 2.146(j) is added, stating that if the Commissioner 
denies the petition, the petitioner may request reconsideration 
by: (1) filing the request within two months of the mailing 
date of the decision denying the petition; and (2) paying a 
second petition fee under § 2.6. Currently, the rules do not 
specifically provide for requests for reconsideration of petition 
decisions, but the Commissioner has the discretion to consider 
these requests under § 2.146(a)(3). The Office believes that an 
additional fee should be required to pay for the work done in 
processing the request for reconsideration. This is consistent 
with new § 2.66(f)(3), discussed above. 


Section 2.151 is revised to update a cross-reference and simplify 
the language. 


Section 2.155 is revised to update a cross-reference and simplify 
the language. 


Section 2.156 is revised to update a cross-reference and simplify 
the language. 


Section 2.160 is added, “Affidavit or declaration of continued 
use or excusable nonuse required to avoid cancellation.” New 
§§ 2.160(a)(1) and (2) list the deadlines for filing the affidavit 
or declaration, and new § 2.160(a)(3) states that the owner 
may file the affidavit or declaration within six months after 
expiration of these deadlines, with an additional grace period 
surcharge. Currently, there is no grace period for filing a § 8 
affidavit. 


Comment: Since many registrations are still in twenty-year 
registration terms, one comment suggested that § 2.160(a)(2) 
be amended to require filing of an affidavit or declaration of 
continued use or excusable nonuse “within the year before the 
end of every ten-year period after the date of registration or 
renewal.” 


Response: The suggestion has not been adopted. The language 
of new § 2.160(a)(2) tracks the language of § 8(a)(3) of the 
Act. However, the provisions of § 8(a)(3) of the Act, requiring 
the filing of a § 8 affidavit at the end of each successive ten- 
year period after registration, do not apply to a twenty-year 
registration until a renewal application is due. See the discussion 
under the heading “Dates/Applicability Dates,” supra. 


Comment: One comment suggested that § 2.160(a)(1)(i) should 
be amended to require filing “after the fifth anniversary of the 
date of registration and no later than the sixth anniversary of 
the date of registration,” rather than “between the fifth and 
sixth year after the date of registration,” because the phrase 
“between the fifth and the sixth year” could be interpreted to 
be a single day. 


Response: The suggestion has been adopted, but modified 
slightly. 


Section 2.160(a)(1)(i) is amended to state that an affidavit of 
continued use or excusable nonuse must be filed “on or after 
the fifth anniversary and no later than the sixth anniversary 
after the date of registration.” This makes it clear that the 
affidavit may be filed on the fifth anniversary of the registration. 
A similar amendment is made to § 2.160(a)(1)(ii). 


Comment: One comment suggested that § 2.160(a)(2) be 
amended to require filing “after the ninth anniversary of either 
the date of registration or the most recent renewal, and no later 
than the tenth anniversary of the date of registration or the date 
of the most recent renewal, respectively,” rather than “within 
the year before the end of every ten-year period after the date 
of registration,” because the “rule as proposed appears to allow 
the filing of a renewal application [sic] on the ninth anniversary 
of the date of registration, which may not be allowed by the 
statute.” 


Response: The suggestion has not been adopted. The Office 
will accept § 8 affidavits filed on either the ninth or the tenth 
anniversary after the date of registration. This is consistent with 
current practice, which permits the filing of a § 8 affidavit 
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on either the fifth or the sixth anniversary after the date of 
registration. TMEP § 1603.03. 


New § 2.160(b) advises that § 2.161 lists the requirements for 
the affidavit or declaration. 


The heading of § 2.161 is changed to “Requirements for a 
complete affidavit or declaration of continued use or excusable 
nonuse.” Section 2.161 is revised to list the requirements for 
the affidavit or declaration. 


Section 2.161(a) is revised to state that the owner must file the 
affidavit or declaration within the period set forth in § 8 of the 
Act. 


Comment: One comment suggested that § 2.161(a) be amended 
to require that the affidavit “be filed within the time period set 
forth in § 2.160 by the owner, provided that if the owner is 
an assignee or other transferee, then such assignment or transfer 
shall be recorded with the Office on or before the filing of a 
section 8 [affidavit], or within six months after an official action 
requiring such recordal.” 


Response: The suggestion has not been adopted. An assignee 
is not required to record the assignment in order to file a § 8 
affidavit. Under § 3.73(b), the assignee also has the option of 
submitting other proof of the change of ownership (i.e., material 
showing the transfer of title). TMEP §§ 502 and 1603.05(a). 


Section 2.161(b) is revised to state that the affidavit or declara- 
tion must include a verified statement that is signed and verified 
(sworn to) or supported by a declaration under § 2.20 by a 
person properly authorized to sign on behalf of the owner, 
attesting to the continued use or excusable nonuse of the mark 
within the period set forth in § 8 of the Act. Section 2.161(b) 
further states that a person properly authorized to sign on behalf 
of the owner is: (1) a person with legal authority to bind the 
owner; or (2) a person with firsthand knowledge of the facts 
and actual or implied authority to act on behalf of the owner; 
or (3) an attorney as defined in § 10.1(c) of this chapter who 
has an actual or implied written or verbal power of attorney 
from the owner. See the discussion under the heading “Supple- 
mentary Information/Persons Who May Sign,” supra. 


Section 2.161(b) also states that the verified statement must 
be executed on or after the beginning of the filing period 
specified in § 2.160(a). 


Section 2.161(d)(2) is added, requiring a surcharge for filing 
an affidavit or declaration of continued use or excusable nonuse 
during the grace period. 


Section 2.161(d)(3) is added, stating that if the fee submitted 
is enough to pay for at least one class, but not enough to pay 
for all the classes, and the particular class(es) covered by the 
affidavit or declaration are not specified, the Office will issue 
a notice requiring either the submission of additional fee(s) or 
an indication of the class(es) to which the original fee(s) should 
be applied; that additional fee(s) may be submitted if the 
requirements of § 2.164 are met; and that if additional fees are 
not submitted and the class(es) to which the original fee(s) 
should be applied are not specified, the Office will presume 
that the fee(s) cover the classes in ascending order, beginning 
with the lowest numbered class. 


New § 2.161(e) requires that the affidavit or declaration list 
both the goods or services on which the mark is in use in 
commerce and the goods or services for which excusable nonuse 
is claimed. Currently, a list of the goods or services is not 
required when excusable nonuse is claimed. In re Conusa Corp.., 
32 USPQ2d 1857 (Comm’r Pats. 1993). However, TLTIA § 
105 amends § 8(b)(2) of the Act to specifically require “an 
affidavit setting forth those goods on or in connection with 
which the mark is not in use.” 


Comment: One comment stated that if the goods for which 
excusable nonuse is claimed are not listed in a § 8 affidavit, 
registrants should be given the opportunity to correct the over- 
sight. 
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Response: If the goods or services for which excusable nonuse 
is claimed are not listed in an affidavit, the registrant will be 
given an opportunity to correct the deficiency.However, 
because § 8(b)(2) of the Act specifically requires that the affi- 
davit set forth the goods or services on or in connection with 
which the mark is not in use in commerce, a deficiency sur- 
charge will be required if the deficiency is corrected after the 
deadline specified in § 8 of the Act. 


The requirement that the affidavit or declaration specify the 
type of commerce in which the mark is used, currently required 
by § 2.162(e), is removed. See the discussion under the heading 
“Supplementary Information/Specification of Type of Com- 
merce No Longer Required,” supra. 


The substance of § 2.162(f) is moved to § 2.161(f)(2). New § 
2.161(f)(2) is revised to add a requirement that the affidavit 
state the date when use of the mark stopped and the approximate 
date when use will resume. This codifies current practice. Office 
actions are often issued requiring a statement as to when use 
of the mark stopped and when use will resume, because this 
information is needed to determine whether the nonuse is excus- 
able, within the meaning of § 8 of the Act. 


The substance of § 2.162(e) is moved to § 2.161(g). New § 
2.161(g) is revised to state that the affidavit must include a 
specimen for each class of goods or services; that the specimen 
should be no larger than 8 1/2 inches (21.6 cm.) wide by 11.69 
inches (29.7 cm.) long; and that if the applicant files a specimen 
that exceeds these size requirements (a “bulky specimen’’), the 
Office will create a facsimile of the specimen that meets the 
requirements of the rule (i.e., is flat and no larger than 8 1/2 
inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long) and put 
it in the file wrapper. See the discussion under “Supplementary 
Information/Bulky Specimens,” supra. 


Section 2.161(h) is added, requiring a designation of a domestic 
representative if the registrant is not domiciled in the United 
States. This reflects § 8(f) of the Act, as amended, and is 
consistent with current practice. 


The substance of § 2.163 is moved to § 2.162. New § 2.162 
is revised to state that the only notice of the requirement for 
filing the § 8 affidavit or declaration of continued use or excus- 
able nonuse is sent with the certificate of registration when it 
is originally issued. This merely clarifies, and does not change, 
current practice. 


The substance of current § 2.164 is moved to the introductory 
text of new § 2.163. 


New § 2.163(a) states that if the owner of the registration files 
the affidavit or declaration within the time periods set forth in 
§ 8 of the Act, deficiencies may be corrected if the requirements 
of § 2.164 are met. 


Section 2.163(b) is added, stating that a response to an exam- 
iner’s Office action must be filed within six months of the 
mailing date, or before the end of the filing period set forth in 
§ 8(a) or § 8(b) of the Act, whichever is later, or the registration 
will be cancelled. 


Section 2.164 is added, “Correcting deficiencies in affidavit or 
declaration.” This section changes current practice. There are 
now some deficiencies that can be corrected after the statutory 
deadline for filing the affidavit or declaration, while other 
requirements must be satisfied before the expiration of the 
statutory deadline to avoid cancellation of the registration. 


TLTIA § 105 adds § 8(c)(2) of the Act to allow correction of 
deficiencies, with payment of a deficiency surcharge. The Act 
does not define “deficiency,” but instead gives the Office broad 
discretion to set procedures and fees for correcting deficiencies. 


New § 2.164(a)(1) states that if the owner files the affidavit 
or declaration within the period set forth in § 8(a) or § 8(b) 
of the Act, deficiencies can be corrected before the end of this 
period without paying a deficiency surcharge; and deficiencies 
can be corrected after the expiration of this period with payment 
of the deficiency surcharge. 


OFFICIAL GAZETTE 


Marcu 21, 2000 


New § 2.164(a)(2) states that if the owner files the affidavit 
or declaration during the grace period, deficiencies can be 
corrected before the expiration of the grace period without 
paying a deficiency surcharge, and after the expiration of the 
grace period with a deficiency surcharge. 


New § 2.164(b) states that if the affidavit or declaration is not 
filed within the time periods set forth in § 8 of the Act, or if 
it is filed within that period by someone other than the owner, 
the registration will be cancelled. These deficiencies cannot be 
cured. 


See the discussion under the heading “Supplementary Informa- 
tion/Post Registration,” supra, for additional information about 
curing deficiencies in § 8 affidavits. 


The heading of § 2.165 is changed to “Petition to Commissioner 
to review refusal.” The last two sentences of the current § 
2.165(a)(1) are removed. 


Old § 2.166 is removed because it is unnecessary. New §§ 
2.163(b) and 2.165(b) set forth the times when a registration 
will be cancelled. 


New § 2.166 is added, “Affidavit of continued use or excusable 
nonuse combined with renewal application,” stating that an 
affidavit or declaration under § 8 of the Act and a renewal 
application under § 9 of the Act may be combined in a single 
document. 


Section 2.167(c) is revised to delete the requirement that an 
affidavit or declaration under § 15 of the Act specify the type 
of commerce in which the mark is used. 


The heading of § 2.168 is changed to “Affidavit or declaration 
under § 15 combined with affidavit or declaration under § 8, 
or with renewal application.” Section 2.168(a) is revised to 
state that a § 15 affidavit may be combined with a § 8 affidavit, 
if the combined affidavit meets the requirements of both §§ 8 
and 15 of the Act. Section 2.168(b) is revised to state that a 
§ 15 affidavit can be combined with a renewal application 
under § 9 of the Act, if the requirements of both §§ 9 and 15 
of the Act are met. 


Section 2.173(a) is revised to simplify the language. 


Sections 2.181(a)(1) and (2) are revised to indicate that renewal 
of a registration is subject to the provisions of § 8 of the Act. 
This is consistent with the amendment to § 9(a) of the Act. 


Comment: One comment suggested that § 2.181(a)(1) should 
be amended to provide that registrations remain in force “from 
their date of issue or the date of expiration of their preceding 
term,” rather than “from their date of issue or expiration,” 
because an expired registration cannot be renewed. 


Response: The suggestion has been adopted and modified 
slightly to simplify the language. Section 2.181(a)(1) is 
amended to state that registrations issued prior to November 
16, 1989, remain in force for twenty years “from their date of 
issue or the date of renewal.” A similar amendment is made 
to § 2.181(a)(2). 


The heading of § 2.182 is changed to “Time for filing renewal 
application.” The section is revised to state that the renewal 
application must be filed within one year before the expiration 
date of the registration, or within the six-month grace period 
after the expiration date with an additional fee. 


The heading of § 2.183 is changed to “Requirements for a 
complete renewal application.” This section is revised to delete 
the present renewal requirements and substitute new ones based 
on amended § 9 of the Act. The requirements for a specimen 
and declaration of use or excusable nonuse on or in connection 
with the goods or services listed in the registration are removed, 
because these requirements have been removed from § 9 of 
the Act. The new requirements for renewal are: (1) a request 
for renewal, signed by the registrant or the registrant’s represen- 
tative; (2) a renewal fee for each class; (3) a grace period 
surcharge for each class if the renewal application is filed 
during the grace period; (4) if the registrant is not domiciled 
in the United States, a designation of a domestic representative; 
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and (5) if the renewal application covers less than all the goods 
or services, a list of the particular goods or services to be 
renewed. 


New § 2.183(f) states that if the fee submitted is enough to 
pay for at least one class, but not enough to pay for all the 
classes, and the class(es) covered by the renewal application 
are not specified, the Office will issue a notice requiring either 
the submission of additional fee(s) or an indication of the 
class(es) to which the original fee(s) should be applied; that 
additional fee(s) may be submitted if the requirements of § 
2.185 are met; and that if the required fee(s) are not submitted 
and the class(es) to which the original fee(s) should be applied 
are not specified, the Office will presume that the fee(s) cover 
the classes in ascending order, beginning with the lowest num- 
bered class. 


Section 2.184 is revised to simplify the language and to transfer 
some of its provisions to new § 2.186. Section 2.184 states 
that the Office will issue a notice if the renewal application is 
not acceptable; that a response to the refusal of renewal must 
be filed within six months of the mailing date of the Office 
action, or before the expiration date of the registration, which- 
ever is later; and that the registration will expire if the renewal 
application is not filed within the time periods set forth in § 
9(a) of the Act. 


Section 2.185 is added, “Correcting deficiencies in renewal 
application.” 


Under amended § 9, the renewal application must be filed 
within the renewal period or grace period specified in § 9(a) 
of the Act, or the registration will expire. However, if the 
renewal application is timely filed, any deficiencies may be 
corrected after expiration of the statutory filing period, with 
payment of a deficiency surcharge. 


New § 2.185(a)(1) states that if the renewal application is filed 
within one year before the registration expires, deficiencies 
may be corrected before the registration expires without paying 
a deficiency surcharge, or after the registration expires with 
payment of the deficiency surcharge required by § 9(a) of the 
Act. 


New § 2.185(a)(2) states that if the renewal application is filed 
during the grace period, deficiencies may be corrected before 
the expiration of the grace period without paying a deficiency 
surcharge, and after the expiration of the grace period with 
payment of the deficiency surcharge required by § 9(a) of the 
Act. 


New § 2.185(b) states that if the renewal application is not 
filed within the time periods set forth in § 9(a) of the Act, the 
registration will expire. This deficiency cannot be cured. 


Comment: One comment noted that § 2.184(c) appears to be 
a duplicate of § 2.185(b) and suggested that one be deleted. 


Response: The suggestion has not been adopted. Sections 2.184 
and 2.185 are not duplicates, and both are necessary for the 
following reason. Section 2.184(c) states the general rule that 
a registration will expire if the renewal application is not filed 
during the proper time period. Section 2.185(b) specifically 
addresses whether the failure to file a renewal application in 
the proper time period will be considered a deficiency that can 
be cured during a six-month deficiency period. The rule states 
that “[t]his deficiency cannot be cured” (emphasis added). 


Section 2.186 is added, “Petition to Commissioner to review 
refusal of renewal.” 


New § 2.186(a) states that a response to the examiner’s initial 
refusal is required before filing a petition to the Commissioner, 
unless the examiner directs otherwise. This is consistent with 
the current § 2.184(a). 


New § 2.186(b) states that if the examiner maintains the refusal 
of the renewal application, a petition to the Commissioner to 
review the action may be filed within six months of the mailing 
date of the Office action maintaining the refusal; and that if 
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no petition is filed within six months of the mailing date of 
the Office action, the registration will expire. This is consistent 
with the current § 2.184(b). 


New § 2.186(c) states that a decision by the Commissioner is 
necessary before filing an appeal or commencing a civil action 
in any court. This is consistent with the current § 2.184(d). 


Section 3.16 is amended to state that an applicant may assign 
an application based on § 1(b) of the Act once the applicant 
files an amendment to allege use under § 1(c) of the Act. 


The heading of § 3.24 is changed to “Requirements for docu- 
ments and cover sheets relating to patents and patent applica- 
tions.” The recording requirements for patents are listed in § 
3.24. New § 3.25 is added to list the recording requirements 
for trademark applications and registrations. 


Section 3.25 identifies the types of documents one can submit 
when recording documents that affect some interest in trade- 
mark applications or registrations. The section also sets forth the 
Office’s preferred format for cover sheets and other documents. 


Section 3.28 is revised to state that separate cover sheets should 
be used for patents and trademarks. 


Section 3.31(a)(4) is revised to set forth the requirements for 
identifying a trademark application when the application serial 
number is not known. 


Section 3.31(a)(7) requires that a cover sheet state that the 
assignee of a trademark application or registration who is not 
domiciled in the United States has designated a domestic repre- 
sentative. This is consistent with current § 3.31(a)(8). 


Comment: One comment suggested that § 3.31(a)(7) be 
amended to require that the domestic representative “either 
sign the cover sheet or countersign the indication,” in order to 
prevent a foreign assignee from designating a domestic repre- 
sentative who is unaware of the designation. 


Response: The suggestion has not been adopted. The Office 
has never required a domestic representative to countersign a 
designation or a cover sheet, and knows of no instances where 
an assignee or applicant designated a domestic representative 
who is not aware of the fact that he or she has been designated. 
Instituting a new requirement that a domestic representative 
sign each cover sheet could be burdensome to assignees and 
is contrary to the goal of minimizing formal requirements and 
making the procedural requirements of the different national 
trademark offices more consistent. 


The requirement currently in § 3.31(a)(9) that a cover sheet 
contain a statement that the information on the cover sheet is 
correct and that any copy of the document submitted is a true 
copy is deleted. 


Section 3.31(b) is amended to state that a cover sheet should 
not refer to both patents and trademarks; and to put the public 
on notice that if a cover sheet contains both patent and trademark 
information, all information will become public after recorda-~ 
tion. 


Section 3.31(d) is added, stating that a trademark cover sheet 
should include the serial number or registration number of 
the trademark affected by the conveyance or transaction, an 
identification of the mark, and a description of the mark. 


Section 3.31(e) is added, stating that the cover sheet should 
include the total number of applications, registrations, or patents 
identified on the cover sheet and the total fee. 


Section 6.1 is revised to incorporate classification changes that 
became effective January 1, 1997, as listed in the International 
Classification of Goods and Services for the Purposes of the 
Registration of Marks (7th ed. 1996), published by the World 
Intellectual Property Organization (WIPO). 


Rulemaking Requirements 


The Office has determined that the rule changes have no feder- 
alism implications affecting the relationship between the 
National Government and the State as outlined in Executive 
Order 12612. 
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The Chief Counsel for Regulation of the Department of Com- 
merce has certified to the Chief Counsel for Advocacy of the 
Small Business Administration, that the rule changes will not 
have a significant impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). This rule 
implements the Trademark Law Treaty Implementation Act 
and simplifies and clarifies procedures for registering trade- 
marks and maintaining and renewing trademark registrations. 
The rule will not significantly impact any businesses. The 
principal effect of the rule is to make it easier for applicants 
to obtain a filing date. No additional requirements are added 
to maintain registrations. Furthermore, this rule simplifies the 
procedures for registering trademarks in new sections 2.21, 
2.32, 2.34, 2.45, 2.76, 2.88, 2.161, 2.167 and 2.183 of the 
Trademark rules. As a result, an initial regulatory flexibility 
analysis was not prepared. 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Order 12612, and the Paperwork Reduction Act of 1995 (PRA) 
(44 U.S.C. 3501 et seq.). No comments were received regarding 
the certification under the Regulatory Flexibility Act. The 
changes have been determined to be not significant for purposes 
of Executive Order 12866. 


Notwithstanding any other provision of law, no person is 
required to nor shall a person be subject to a penalty for failure 
to comply with a collection of information subject to the 
requirements of the PRA unless that collection of information 
displays a currently valid OMB control number. 


This final rule contains collections of information requirements 
subject to the PRA. This rule discusses changes in the informa- 
tion required from the public to obtain registrations for trade- 
marks and service marks, to submit affidavits or declarations 
of continued use or excusable nonuse, statements of use, 
requests for extensions of time to file statements of use, and 
to renew registrations. This rule deletes requirements to identify 
the method of use of a mark and the type of commerce in 
which a mark is used. Additionally, the rule removes the 
requirement that requests for recordation of documents be 
accompanied by originals or true copies of these documents. 
The rule allows the filing of powers of attorney that pertain to 
multiple registrations or applications for registration, and sets 
forth certain requirements for filing such powers of attorney. 
Additionally, the rule sets forth requirements for submitting § 
8 affidavits of continued use or excusable nonuse combined 
with § 9 renewal applications, or § 15 affidavits or declarations 
of incontestability combined with either § 8 affidavits or decla- 
rations or with § 9 renewal applications. 


An information collection package supporting the changes to 
the above information requirements, as discussed in this final 
tule, was submitted to OMB for review and approval. This 
information collection has been approved by OMB under OMB 
Control Number 0651-0009. The public reporting burden for 
this collection of information is estimated to average as follows: 
seventeen minutes for applications to obtain registrations based 
on an intent to use the mark under § 1(b) of the Act, if completed 
using paper forms; fifteen minutes for applications to obtain 
registrations based on an intent to use the mark under § 1(b) 
of the Act, if completed using an electronic form; twenty-three 
minutes for applications to obtain registrations based on use 
of the mark under § 1(a) of the Act, if completed using paper 
forms; twenty-one minutes for applications to obtain registra- 
tions based on use of the mark under § 1(a) of the Act, if 
completed using an electronic form; twenty minutes for applica- 
tions to obtain registrations based on an earlier-filed foreign 
application under § 44(d) of the Act, if completed using paper 
forms; nineteen minutes for applications to obtain registrations 
based on an earlier-filed foreign application under § 44(d) of 
the Act, if completed using an electronic form; twenty minutes 
for applications to obtain registrations based on registration of 
a mark in a foreign applicant’s country of origin under § 44(e) 
of the Act; thirteen minutes for allegations of use of the mark 
under §§ 2.76 and 2.88; ten minutes for requests for extension 
of time to file statements of use under § 2.89; fourteen minutes 
for renewal applications under § 9 of the Act combined with 
affidavits or declarations of continued use or excusable nonuse 
under § 8 of the Act; fourteen minutes for combined affidavits/ 
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declarations of use and incontestability under §§ 8 and 15 of 
the Act; eleven minutes for an affidavit or declaration of con- 
tinued use or excusable nonuse under § 8 of the Act; eleven 
minutes for a renewal application under § 9 of the Act; eleven 
minutes for a declaration of incontestability under § 15 of the 
Act; three minutes for powers of attorney and designations of 
domestic representatives; and thirty minutes for a trademark 
recordation form cover sheet. These time estimates include the 
time for reviewing instructions, searching existing data sources, 
gathering and maintaining the data needed, and completing and 
reviewing the collection of information. Comments are invited 
on: (1) whether the collection of information is necessary for 
proper performance of the functions of the agency; (2) the 
accuracy of the agency’s estimate of the burden; (3) ways to 
enhance the quality, utility, and clarity of the information to 
be collected; and (4) ways to minimize the burden of the collec- 
tion of information to respondents. 


This final rule also involves information requirements associ- 
ated with amendments, oppositions, and petitions to cancel. 
The amendments and the oppositions have been previously 
approved by OMB under control number 0651-0009. The peti- 
tions to cancel have been previously approved by OMB under 
control number 0651-0040. These requirements are not being 
resubmitted for review at this time. Send comments regarding 
this burden estimate, or any other aspect of this data collection, 
including suggestions for reducing the burden, to the Assistant 
Commissioner for Trademarks, 2900 Crystal Drive, Arlington, 
VA 22202-3513 (Attn: Ari Leifman), and to the Office of 
Information and Regulatory Affairs, Office of Management 
and Budget, 725 17th Street, N.W., Washington, D.C. 20230 
(Attn: PTO Desk Officer). 


List of Subjects 

37 CFR Part 1 

Administrative practice and procedure, Patents. 
37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, Trade- 
marks. 


37 CFR Part 3 

Administrative practice and procedure, Patents, Trademarks. 
37 CFR Part 6 

Trademarks. 

For the reasons given in the preamble and under the authority 
contained in 35 U.S.C. 6 and 15 U.S.C. 41, as amended, the 
Patent and Trademark Office is amending parts 1, 2, 3, and 6 
of title 37 as follows: 

PART 1 - RULES OF PRACTICE IN PATENT CASES 
1. The authority citation for part 1 continues to read as follows: 
Authority: 35 U.S.C. 6, unless otherwise noted. 

2. Amend § 1.1 by revising paragraph (a)(2) to read as follows: 


§ 1.1 Addresses for correspondence with the Patent and 
Trademark Office. 


(a) * * * 


(2) Trademark correspondence. 


(i) Send all trademark filings and correspondence, except as 
specified below or unless submitting electronically, to: 


Assistant Commissioner for Trademarks 
2900 Crystal Drive 
Arlington, Virginia 22202-3513 
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(ii) Send trademark-related documents for the Assignment Divi- 
sion to record to: 


Commissioner of Patents and Trademarks 
Box Assignment 
Washington, D.C. 20231 


(iti) Send requests for certified or uncertified copies of trade- 
mark applications and registrations, other than coupon orders 
for uncertified copies of registrations, to: 


Commissioner of Patents and Trademarks 
Box 10 
Washington, D.C. 20231 


(iv) Send requests for coupon orders for uncertified copies of 
registrations to: 


Commissioner of Patents and Trademarks 
Box 9 
Washington, D.C. 20231 


(v) An applicant may transmit an application for trademark 
registration electronically, but only if the applicant uses the 
Patent and Trademark Office’s electronic form. 


* KX KK * 


3. Amend § 1.4 by revising the last sentence of paragraph (a)(2), 
revising paragraphs (d)(1), introductory text, and (d)(1)(ii), and 
adding a new paragraph (d)(1)(iii) to read as follows: 


§ 1.4 Nature of correspondence and signature requirements. 
(a) * * * 


(2) * * * See particularly the rules relating to the filing, pro- 
cessing, or other proceedings of national applications in subpart 
B, §§ 1.31 to 1.378; of international applications in subpart C, 
§§ 1.401 to 1.499; of reexamination of patents in subpart D, 
§§ 1.501 to 1.570; of interferences in subpart E, §§ 1.601 to 
1.690; of extension of patent term in subpart F, §§ 1.710 to 
1.785; and of trademark applications and registrations, §§ 2.11 
to 2.186. 


*x** KK * 


(d)(1) Each piece of correspondence, except as provided in 
paragraphs (e) and (f) of this section, filed in an application, 
patent file, trademark registration file, or other proceeding in 
the Office which requires a person’s signature, must: 


adie 


(ii) Be a direct or indirect copy, such as a photocopy or facsimile 
transmission(§ 1.6(d)), of an original. In the event that a copy 
of the original is filed, the original should be retained as evi- 
dence of authenticity. If a question of authenticity arises, the 
Office may require submission of the original; or 


(iii) Where an electronically transmitted trademark filing is 
permitted, the person who signs the filing must either: 


(A) Place a symbol comprised of numbers and/or letters 
between two forward slash marks in the signature block on the 
electronic submission; and print, sign and date in permanent 
ink, and maintain a paper copy of the electronic submission; 
or 


(B) Sign the verified statement using some other form of elec- 
tronic signature specified by the Commissioner. 


** KK * 


4. Amend § 1.5 by revising paragraph (c) to read as follows: 
§ 1.5 Identification of application, patent or registration. 


** KK * 


(c)(1) A letter about a trademark application should identify 
the serial number, the name of the applicant, and the mark. 


(2) A letter about a registered trademark should identify the 
registration number, the name of the registrant, and the mark. 
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x KK EX 


5. Amend § 1.6 by revising paragraph (a)(1), and adding new 
paragraph (a)(4), to read as follows: 


§ 1.6 Receipt of correspondence. 


alias 


(1) The Patent and Trademark Office is not open for the filing 
of correspondence on any day that is a Saturday, Sunday, or 
Federal holiday within the District of Columbia. Except for 
correspondence transmitted by facsimile under paragraph (a)(3) 
of this section, or filed electronically under paragraph (a)(4) 
of this section, no correspondence is received in the Office on 
Saturdays, Sundays, or Federal holidays within the District of 
Columbia. 


x KKK * 


(4) Trademark-related correspondence transmitted electroni- 
cally will be stamped with the date on which the Office receives 
the transmission. 


KKK K * 
6. Revise § 1.23 to read as follows: 
§ 1.23 Method of payment. 


(a) All payments of money required for Patent and Trademark 
Office fees, including fees for the processing of international 
applications (§ 1.445), shall be made in U.S. dollars and in the 
form of a cashier’s or certified check, Treasury note, or United 
States Postal Service money order. If sent in any other form, 
the Office may delay or cancel the credit until collection is 
made. Checks and money orders must be made payable to 
the Commissioner of Patents and Trademarks. Payments from 
foreign countries must be payable and immediately negotiable 
in the United States for the full amount of the fee required. 
Money sent by mail to the Office will be at the risk of the 
sender, and letters containing money should be registered with 
the United States Postal Service. 


(b) Payments of money required for Patent and Trademark 
Office fees in an electronically filed trademark application or 
electronic submission in a trademark application may also be 
made by credit card. Payment of a fee by credit card must 
specify the amount to be charged to the credit card and such 
other information as is necessary to process the charge, and is 
subject to collection of the fee. The Office will not accept a 
general authorization to charge fees to a credit card. If credit 
card information is provided on a form or document other than 
a form provided by the Office for the payment of fees by credit 
card, the Office will not be liable if the credit card number 
becomes public knowledge. 


PART 2 - RULES APPLICABLE TO TRADEMARK 
CASES 


7. The authority citation for part 2 continues to read as follow: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


8. Revise § 2.1 to read as follows: 
§ 2.1 Sections of part 1 applicable. 


Sections 1.1 to 1.26 of this chapter apply to trademark cases, 
except those parts that specifically refer to patents, and except 
§ 1.22 to the extent that it is inconsistent with §§ 2.85(e), 
2.101(d), 2.111(c), 2.164, or 2.185. Other sections of part | 
incorporated by reference in part 2 also apply to trademark 
cases. 


9. Section 2.6 is amended by revising the introductory text, 
paragraphs (a)(6) and (a)(14), and by adding paragraphs (a)(20), 
and (a)(21) to read as follows: 


§ 2.6 Trademark fees. 


The Patent and Trademark Office requires the following fees 
and charges: 
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(a) * * * 

(6) Additional fee for filing a renewal application during the 
GLACE PCTIOG, Per CAGE .......ciccecccoscesseasssnsocesscosssesoooseessea $100.00 
x**e KK * 

(14) Additional fee for filing a section 8 affidavit during the 
BEALS POTIOG, DET CARRE ....0.0<scccveseesscossessessosssovensooveveesees $100.00 
**K KK * 


(20) For section 


affidavit 


correcting a deficiency in a 


(21) For correcting a deficiency in a renewal application 
$ 


10. Amend § 2.17 by adding paragraphs (c) and (d) to read as 
follows: 


§ 2.17 Recognition for representation. 


xe KK * 


(c) To be recognized as a representative, an attorney as defined 
in § 10.1(c) of this chapter may file a power of attorney, appear 
in person, or sign a paper on behalf of an applicant or registrant 
that is filed with the Office in a trademark case. 


(d) A party may file a power of attorney that relates to more 
than one trademark application or registration, or to all existing 
and future applications and registrations of that party. A party 
relying on such a power of attorney must: 


(1) Include a copy of the previously filed power of attorney; 
or 


(2) Refer to the power of attorney, specifying the filing date 
of the previously filed power of attorney; the application serial 
number (if known), registration number, or inter partes pro- 
ceeding number for which the original power of attorney was 
filed; and the name of the party who signed the power of 
attorney; or, if the application serial number is not known, 
submit a copy of the application or a copy of the mark, and 
specify the filing date. 


11. Revise § 2.20 to read as follows: 
§ 2.20 Declarations in lieu of oaths. 


Instead of an oath, affidavit, verification, or sworn statement, 
the language of 28 U.S.C. 1746, or the following language, 
may be used: 


The undersigned being warned that willful 
false statements and the like are punishable by 
fine or imprisonment, or both, under 18 U.S.C. 
1001, and that such willful false statements 
and the like may jeopardize the validity of 
the application or document or any registration 
resulting therefrom, declares that all statements 
made of his/her own knowledge are true; and 
all statements made on information and belief 
are believed to be true. 


12. Revise § 2.21 to read as follows: 
§ 2.21 Requirements for receiving a filing date. 


(a) The Office will grant a filing date to an application that 
contains all of the following: 


(1) The name of the applicant; 

(2) A name and address for correspondence; 
(3) A clear drawing of the mark; 

(4) A listing of the goods or services; and 
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(5) The filing fee for at least one class of goods or services, 
required by § 2.6. 


(b) If the applicant does not submit all the elements required 
in paragraph (a), the Office may return the papers with an 
explanation of why the filing date was denied. 


(c) The applicant may correct and resubmit the application 
papers. If the resubmitted papers and fee meet all the require- 
ments of paragraph (a) of this section, the Office will grant a 
filing date as of the date the Office receives the corrected 


papers. 
13. Remove and reserve § 2.31. 

14. Revise § 2.32 to read as follows: 

§ 2.32 Requirements for a complete application. 


(a) The application must be in English and include the fol- 
lowing: 


(1) A request for registration; 
(2) The name of the applicant(s); 
(3)(i) The citizenship of the applicant(s); or 


(ii) If the applicant is a corporation, association, partnership 
or other juristic person, the jurisdiction (usually state or nation) 
under the laws of which the applicant is organized; and 


(iii) If the applicant is a partnership, the names and citizenship 
of the general partners; 


(4) The address of the applicant; 
(5) One or more bases, as required by § 2.34(a); 


(6) A list of the particular goods or services on or in connection 
with which the applicant uses or intends to use the mark. In a 
United States application filed under section 44 of the Act, the 
scope of the goods or services covered by the section 44 basis 
may not exceed the scope of the goods or services in the foreign 
application or registration; and 


(7) The international class of goods or services, if known. See 
§ 6.1 of this chapter for a list of the international classes of 
goods and services. 


(b) The application must include a verified statement that meets 
the requirements of § 2.33. 


(c) The application must include a drawing that meets the 
requirements of §§ 2.51 and 2.52. 


(d) The application must include fee required by § 2.6 for each 
class of goods or services. 


(e) For the requirements for a multiple class application, see 
§ 2.86. 


15. Revise § 2.33 to read as follows: 
§ 2.33 Verified statement. 


(a) The application must include a statement that is signed and 
verified (sworn to) or supported by a declaration under § 2.20 
by a person properly authorized to sign on behalf of the appli- 
cant. A person who is properly authorized to sign on behalf 
of the applicant is: 


(1) a person with legal authority to bind the applicant; or 


(2) a person with firsthand knowledge of the facts and actual 
or implied authority to act on behalf of the applicant; or 


(3) an attorney as defined in § 10.1(c) of this chapter who has 
an actual or implied written or verbal power of attorney from 
the applicant. 


(b)(1) In an application under section 1(a) of the Act, the 
verified statement must allege: 
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That the applicant has adopted and is using the 
mark shown in the accompanying drawing; that 
the applicant believes it is the owner of the 
mark; that the mark is in use in commerce; 
that to the best of the declarant’s knowledge 
and belief, no other person has the right to use 
the mark in commerce, either in the identical 
form or in such near resemblance as to be 
likely, when applied to the goods or services 
of the other person, to cause confusion or mis- 
take, or to deceive; that the specimen shows 
the mark as used on or in connection with the 
goods or services; and that the facts set forth 
in the application are true. 


(2) In an application under section 1(b) or section 44 of the 
Act, the verified statement must allege: 


That the applicant has a bona fide intention 
to use the mark shown in the accompanying 
drawing in commerce on or in connection with 
the specified goods or services; that the appli- 
cant believes it is entitled to use the mark; that 
to the best of the declarant’s knowledge and 
belief, no other person has the right to use the 
mark in commerce, either in the identical form 
or in such near resemblance as to be likely, 
when applied to the goods or services of the 
other person, to cause confusion or mistake, 
or to deceive; and that the facts set forth in the 
application are true. 


(c) If the verified statement is not filed within a reasonable 
time after it is signed, the Office may require the applicant to 
submit a substitute verification or declaration under § 2.20 of 
the applicant’s continued use or bona fide intention to use the 
mark in commerce. 


(d) Where an electronically transmitted filing is permitted, the 
person who signs the verified statement must either: 


(1) Place a symbol comprised of numbers and/or letters between 
two forward slash marks in the signature block on the electronic 
submission; and print, sign and date in permanent ink, and 
maintain a paper copy of the electronic submission; or 


(2) Sign the verified statement using some other form of elec- 
tronic signature specified by the Commissioner. 


16. Add § 2.34 to read as follows: 
§ 2.34 Bases for filing. 


(a) The application must include one or more of the following 
four filing bases: 


(1) Use in commerce under section l(a) of the Act. The require- 


ments for an application based on section 1(a) of the Act are: 


(i) The trademark owner’s verified statement that the mark is 
in use in commerce on or in connection with the goods or 
services listed in the application. If the verification is not filed 
with the initial application, the verified statement must allege 
that the mark was in use in commerce on or in connection 
with the goods or services listed in the application as of the 
application filing date; 


(ii) The date of the applicant’s first use of the mark anywhere 
on or in connection with the goods or services; 


(iii) The date of the applicant’s first use of the mark in commerce 
as a trademark or service mark; and 


(iv) One specimen showing how the applicant actually uses 
the mark in commerce. 


(v) An application may list more than one item of goods, or 
more than one service, provided the applicant has used the 
mark on or in connection with all the specified goods or services. 
The dates of use required by paragraphs (a)(1)(ii) and (iii) of 
this section may be for only one of the items specified. 
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(2) Intent-to-use under section 1(b) of the Act. 





(i) In an application under section 1(b) of the Act, the trademark 
owner must verify that it has a bona fide intention to use the 
mark in commerce on or in connection with the goods or 
services listed in the application. If the verification is not filed 
with the initial application, the verified statement must allege 
that the applicant had a bona fide intention to use the mark in 
commerce as of the filing date of the application. 


(ii) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 


(3) Registration of a mark in a foreign applicant’s country of 
origin under section 44(e) of the Act. The requirements for an 


application under section 44(e) of the Act are: 


(i) The trademark owner’s verified statement that it has a bona 
fide intention to use the mark in commerce on or in connection 
with the goods or services listed in the application. If the 
verification is not filed with the initial application, the verified 
statement must allege that the applicant had a bona fide intention 
to use the mark in commerce as of the filing date of the applica- 
tion. 


(ii) A certification or certified copy of a registration in the 
applicant’s country of origin showing that the mark has been 
registered in that country, and that the registration is in full 
force and effect. The certification or certified copy must show 
the name of the owner, the mark, and the goods or services 
for which the mark is registered. If the certification or certified 
copy is not in the English language, the applicant must submit 
a translation. 


(iii) If the record indicates that the foreign registration will 
expire before the United States registration will issue, the appli- 
cant must submit a certification or certified copy from the 
country of origin to establish that the registration has been 
renewed and will be in force at the time the United States 
registration will issue. If the certification or certified copy 
is not in the English language, the applicant must submit a 
translation. 


(iv) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 


(4) Claim of pri base: -fil 


Claim of priority, based upon an earlier-filed foreign appli- 
cation, under section 44(d) of the Act. The requirements for 
an application under section 44(d) of the Act are: 


(i) A claim of priority, filed within six months of the filing date 
of the foreign application. Before publication or registration on 
the Supplemental Register, the applicant must either: 


(A) Specify the filing date and country of the first regularly 
filed foreign application; or 


(B) State that the application is based upon a subsequent regu- 
larly filed application in the same foreign country, and that 
any prior-filed application has been withdrawn, abandoned or 
otherwise disposed of, without having been laid open to public 
inspection and without having any rights outstanding, and has 
not served as a basis for claiming a right of priority. 


(ii) Include the trademark owner’s verified statement that it 
has a bona fide intention to use the mark in commerce on or 
in connection with the goods or services listed in the application. 
If the verification is not filed with the initial application, the 
verified statement must allege that the applicant had a bona 
fide intention to use the mark in commerce as of the filing date 
of the application. 


(iii) Before the application can be approved for publication, or 
for registration on the Supplemental Register, the applicant 
must establish a basis under section 1(a), section 1(b) or section 
44(e) of the Act. 
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(iv) The application may list more than one item of goods, or 
more than one service, provided the applicant has a bona fide 
intention to use the mark in commerce on or in connection 
with all the specified goods or services. 


(b)(1) The applicant may claim more than one basis, provided 
that the applicant satisfies all requirements for the bases 
claimed. However, the applicant may not claim both sections 
(a) and 1(b) for the identical goods or services in the same 
application. 


(2) If the applicant claims more than one basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. If some or all of the goods or services are 
covered by more than one basis, this must be stated. 


(c) The word “commerce” means commerce that Congress may 
lawfully regulate, as specified in section 45 of the Act. 


17. Remove § 2.37. 

18. Redesignate § 2.35 as § 2.37. 

19. Add new § 2.35, to read as follows: 

§ 2.35 Adding, deleting, or substituting bases. 


(a) Before publication, the applicant may add or substitute a 
basis, if the applicant meets all requirements for the new basis, 
as stated in § 2.34. The applicant may delete a basis at any 
time. 


(b) An applicant may amend an application that is not the 
subject of an inter partes proceeding before the Trademark 
Trial and Appeal Board to add or substitute a basis after the 
mark has been published for opposition, but only with the 
express permission of the Commissioner, after consideration 
on petition. Republication will be required. The amendment of 
an application that is the subject of an inter partes proceeding 
before the Board is governed by § 2.133(a). 


(c) When the applicant substitutes one basis for another, the 
Office will presume that there was a continuing valid basis, 
unless there is contradictory evidence in the record, and the 
application will retain the original filing date, including a pri- 
ority filing date under section 44(d), if appropriate. 


(d) If an applicant properly claims a section 44(d) basis in 
addition to another basis, the applicant will retain the priority 
filing date under section 44(d) no matter which basis the appli- 
cant perfects. 


(e) The applicant may add or substitute a section 44(d) basis 
only within the six-month priority period following the filing 
date of the foreign application. 


(f) When the applicant adds or substitutes a basis, the applicant 
must list each basis, followed by the goods or services to which 
that basis applies. 


(g) When the applicant deletes a basis, the applicant must also 
delete any goods or services covered solely by the deleted 
basis. 


(h) Once an applicant claims a section 1(b) basis as to any or 
all of the goods or services, the applicant may not amend the 
application to seek registration under section 1(a) of the Act for 
those goods or services unless the applicant files an allegation of 
use under section l(c) or section 1(d) of the Act. 


20. Amend § 2.38 by revising paragraph (a) to read as follows: 
§ 2.38 Use by predecessor or by related companies. 


(a) If the first use of the mark was by a predecessor in title or 
by a related company (sections 5 and 45 of the Act), and the 
use inures to the benefit of the applicant, the dates of first use 
(§§ 2.34(a)(1)(ii) and (iii)) may be asserted with a statement 
that first use was by the predecessor in title or by the related 
company, as appropriate. 


** KK 


21. Remove and reserve § 2.39. 
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22. Revise § 2.45 to read as follows: 
§ 2.45 Certification mark. 


(a) In an application to register a certification mark under 
section 1(a) of the Act, the application shall include all appli- 
cable elements required by the preceding sections for trade- 
marks. In addition, the application must: specify the conditions 
under which the certification mark is used; allege that the 
applicant exercises legitimate control over the use of the mark; 
allege that the applicant is not engaged in the production or 
marketing of the goods or services to which the mark is applied; 
and include a copy of the standards that determine whether 
others may use the certification mark on their goods and/or in 
connection with their services. 


(b) In an application to register a certification mark under 
section 1(b) or section 44 of the Act, the application shall 
include all applicable elements required by the preceding sec- 
tions for trademarks. In addition, the application must: specify 
the conditions under which the certification mark is intended to 
be used; allege that the applicant intends to exercise legitimate 
control over the use of the mark; and allege that the applicant 
will not engage in the production or marketing of the goods 
or services to which the mark is applied. When the applicant 
files an amendment to allege use under section 1(c) of the Act, 
or a statement of use under section 1(d) of the Act, the applicant 
must submit a copy of the standards that determine whether 
others may use the certification mark on their goods and/or in 
connection with their services. 


23. In § 2.51, remove paragraphs (c), (d) and (e). 
24. Revise § 2.52 to read as follows: 
§ 2.52 Types of drawings and format for drawings. 


(a) A drawing depicts the mark sought to be registered. The 
drawing must show only one mark. The applicant must include 
a clear drawing of the mark when the application is filed. There 
are two types of drawings: 


(1) Typed drawing. The drawing may be typed if the mark 
consists only of words, letters, numbers, common forms of 
punctuation, or any combination of these elements.In a typed 
drawing, every word or letter must be typed in uppercase type. 
If the applicant submits a typed drawing, the application is not 
limited to the mark depicted in any special form or lettering. 


(2) Special form drawing. A special form drawing is required 
if the mark has a two or three-dimensional design; or color; 
or words, letters, or numbers in a particular style of lettering; 
or unusual forms of punctuation. 


(i) Special form drawings must be made with a pen or by 
a process that will provide high definition when copied. A 
photolithographic, printer’s proof copy, or other high quality 
reproduction of the mark may be used. Every line and letter, 
including lines used for shading, must be black. All lines must 
be clean, sharp, and solid, and must not be fine or crowded. 
Gray tones or tints may not be used for surface shading or any 
other purpose. 


(ii) If necessary to adequately depict the commercial impression 
of the mark, the applicant may be required to submit a drawing 
that shows the placement of the mark by surrounding the mark 
with a proportionately accurate broken-line representation of 
the particular goods, packaging, or advertising on which the 
mark appears. The applicant must also use broken lines to show 
any other matter not claimed as part of the mark. For any 
drawing using broken lines to indicate placement of the mark, 
or matter not claimed as part of the mark, the applicant must 
include in the body of the application a written description of 
the mark and explain the purpose of the broken lines. 


(iii) If the mark has three-dimensional features, the applicant 
must submit a drawing that depicts a single rendition of the 
mark, and the applicant must include a description of the mark 
indicating that the mark is three-dimensional. 


(iv) If the mark has motion, the applicant may submit a drawing 
that depicts a single point in the movement, or the applicant 





Marcu 21, 2000 


may submit a square drawing that contains up to five freeze 
frames showing various points in the movement, whichever 
best depicts the commercial impression of the mark. The appli- 
cant must also submit a written description of the mark. 


(v) If the mark has color, the applicant may claim that all or 
part of the mark consists of one or more colors. To claim color, 
the applicant must submit a statement explaining where the 
color or colors appear in the mark and the nature of the color(s). 


(vi) If adrawing cannot adequately depict all significant features 
of the mark, the applicant must also submit a written description 
of the mark. 


(3) Sound, scent, and non-visual marks. The applicant is not 
required to submit a drawing if the applicant’s mark consists 
only of a sound, a scent, or other completely non-visual matter. 
For these types of marks, the applicant must submit a detailed 
written description of the mark. 


(b) Recommended Format for special form drawings 





(1) Type of paper and ink. The drawing should be on a piece 
of non-shiny, white paper that is separate from the application. 
Black ink should be used to depict the mark. 


(2) Size of paper and size of mark. The drawing should be on 
paper that is 8 to 8 1/2 inches (20.3 to 21.6 cm.) wide and 11 


to 11.69 inches (27.9 to 29.7 cm.) long. One of the shorter 
sides of the sheet should be regarded as its top edge. The 
drawing should be between 2.5 inches (6.1 cm.) and 4 inches 
(10.3 cm.) high and/or wide. There should be at least a 1 inch 
(2.5 cm.) margin between the drawing and the edges of the 
paper, and at least a | inch (2.5 cm.) margin between the 
drawing and the heading. 


(3) Heading. Across the top of the drawing, beginning one inch 
(2.5 cm.) from the top edge, the applicant should type the 
following: applicant’s name; applicant’s address; the goods or 
services recited in the application, or a typical item of the goods 
or services if numerous items are recited in the application; 
the date of first use of the mark and first use of the mark in 
commerce in an application under section 1(a) of the Act; the 
priority filing date of the relevant foreign application in an 
application claiming the benefit of a prior foreign application 
under section 44(d) of the Act. If the information in the heading 
is lengthy, the heading may continue onto a second page, but 
the mark should be depicted on the first page. 


(c) Drawings in electronically transmitted applications. For an 
electronically transmitted application, if the drawing is in spe- 
cial form, the applicant must attach a digitized image of the 
mark to the electronic submission. 


25. Revise § 2.56 to read as follows: 


§ 2.56 Specimens. 


(a) An application under section 1(a) of the Act, an amendment 
to allege use under § 2.76, and a statement of use under § 2.88 
must each include one specimen showing the mark as used on 
or in connection with the goods, or in the sale or advertising 
of the services in commerce. 


(b)(1) A trademark specimen is a label, tag, or container for 
the goods, or a display associated with the goods. The Office 
may accept another document related to the goods or the sale 
of the goods when it is not possible to place the mark on the 
goods or packaging for the goods. 

(2) A service mark specimen must show the mark as actually 
used in the sale or advertising of the services. 


(3) A collective trademark or collective service mark specimen 
must show how a member uses the mark on the member’s 
goods or in the sale or advertising of the member’s services. 


(4) A collective membership mark specimen must show use by 
members to indicate membership in the collective organization. 


(5) A certification mark specimen must show how a person 
other than the owner uses the mark to certify regional or other 
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origin, material, mode of manufacture, quality, accuracy, or 
other characteristics of that person’s goods or services; or that 
members of a union or other organization performed the work 
or labor on the goods or services. 


(c) A photocopy or other reproduction of a specimen of the 
mark as actually used on or in connection with the goods, or 
in the sale or advertising of the services, is acceptable. However, 
a photocopy of the drawing required by § 2.51 is not a proper 
specimen. 


(d)(1) The specimen should be flat, and not larger than 8 1/2 
inches (21.6 cm.) wide by 11.69 inches (29.7 cm.) long. If a 
specimen of this size is not available, the applicant may substi- 
tute a suitable photograph or other facsimile. 


(2) If the applicant files a specimen exceeding these size 
requirements (a “bulky specimen”), the Office will create a 
facsimile of the specimen that meets the requirements of the 
rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 


wrapper. 


(3) In the absence of non-bulky alternatives, the Office may 
accept an audio or video cassette tape recording, CD-ROM, or 
other appropriate medium. 


(4) For an electronically transmitted application, or other elec- 
tronic submission, the specimen must be submitted as a digitized 
image. 


26. Remove and reserve § 2.57. 
27. Remove and reserve § 2.58. 
28. Revise § 2.59 to read as follows: 
§ 2.59 Filing substitute specimen(s). 


(a) In an application under section 1(a) of the Act, the applicant 
may submit substitute specimens of the mark as used on or in 
connection with the goods, or in the sale or advertising of the 
services. The applicant must verify by an affidavit or declaration 
under § 2.20 that the substitute specimens were in use in com- 
merce at least as early as the filing date of the application. 
Verification is not required if the specimen is a duplicate or 
facsimile of a specimen already of record in the application. 


(b) In an application under section 1(b) of the Act, after filing 
either an amendment to allege use under § 2.76 or a statement 
of use under § 2.88, the applicant may submit substitute speci- 
mens of the mark as used on or in connection with the goods, 
or in the sale or advertising of the services. If the applicant 
submits substitute specimen(s), the applicant must: 


(1) For an amendment to allege use under § 2.76, verify by 
affidavit or declaration under § 2.20 that the applicant used 
the substitute specimen(s) in commerce prior to filing the 
amendment to allege use. 


(2) For a statement of use under § 2.88, verify by affidavit or 
declaration under § 2.20 that the applicant used the substitute 
specimen(s) in commerce either prior to filing the statement 
of use or prior to the expiration of the deadline for filing the 
statement of use. 


29. Revise § 2.66 to read as follows: 


§ 2.66 Revival of abandoned applications. 


(a) The applicant may file a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action or notice of allowance, if the delay was uninten- 
tional. The applicant must file the petition: 


(1) Within two months of the mailing date of the notice of 
abandonment; or (2) Within two months of actual knowledge 
of the abandonment, if the applicant did not receive the notice 
of abandonment, and the applicant was diligent in checking 
the status of the application. To be diligent, the applicant must 
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check the status of the application within one year of the last 
filing or receipt of a notice from the Office for which further 
action by the Office is expected. 


(b) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to an 
Office action are: 


(1) The petition fee required by § 2.6; 


(2) A statement, signed by someone with firsthand knowledge 
of the facts, that the delay in filing the response on or before 
the due date was unintentional; and 


(3) Unless the applicant alleges that it did not receive the Office 
action, the proposed response. 


(c) The requirements for filing a petition to revive an application 
abandoned because the applicant did not timely respond to a 
notice of allowance are: 


(1) The petition fee required by § 2.6; 


(2) A statement, signed by someone with firsthand knowledge 
of the facts, that the delay in filing the statement of use (or 
request for extension of time to file a statement of use) on or 
before the due date was unintentional; 


(3) Unless the applicant alleges that it did not receive the 
notice of allowance and requests cancellation of the notice of 
allowance, the required fees for the number of requests for 
extensions of time to file a statement of use that the applicant 
should have filed under § 2.89 if the application had never 
been abandoned; 


(4) Unless the applicant alleges that it did not receive the 
notice of allowance and requests cancellation of the notice of 
allowance, either a statement of use under § 2.88 or a request 
for an extension of time to file a statement of use under § 2.89; 
and 


(5) Unless a statement of use is filed with or before the petition, 
or the applicant alleges that it did not receive the notice of 
allowance and requests cancellation of the notice of allowance, 
the applicant must file any further requests for extensions of 
time to file a statement of use under § 2.89 that become due 
while the petition is pending, or file a statement of use under 
§ 2.88. 


(d) In an application under section 1(b) of the Act, the Commis- 
sioner will not grant the petition if this would permit the filing 
of a statement of use more than 36 months after the mailing 
date of the notice of allowance under section 13(b)(2) of the 
Act. 


(e) The Commissioner will grant the petition to revive if the 
applicant complies with the requirements listed above and 
establishes that the delay in responding was unintentional. 


(f) If the Commissioner denies a petition, the applicant may 
request reconsideration, if the applicant: 


(1) Files the request within two months of the mailing date of 
the decision denying the petition; and 


(2) Pays a second petition fee under § 2.6. 
30. Revise § 2.71 to read as follows: 
§ 2.71 Amendments to correct informalities. 


The applicant may amend the application during the course of 
examination, when required by the Office or for other reasons. 


(a) The applicant may amend the application to clarify or limit, 
but not to broaden, the identification of goods and/or services. 


(b)(1) If the declaration or verification of an application under 
§ 2.33 is unsigned or signed by the wrong party, the applicant 
may submit a substitute verification or declaration under § 
2.20. 
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(2) If the declaration or verification of a statement of use under 
§ 2.88, or a request for extension of time to file a statement 
of use under § 2.89, is unsigned or signed by the wrong party, 
the applicant must submit a substitute verification before the 
expiration of the statutory deadline for filing the statement of 
use. 


(c) The applicant may amend the dates of use, provided that 
the applicant supports the amendment with an affidavit or decla- 
ration under § 2.20, except that the following amendments are 
not permitted: 


(1) In an application under section 1(a) of the Act, the applicant 
may not amend the application to specify a date of use that is 
subsequent to the filing date of the application; 


(2) In an application under section 1(b) of the Act, after filing 
a statement of use under § 2.88, the applicant may not amend 
the statement of use to specify a date of use that is subsequent 
to the expiration of the deadline for filing the statement of use. 


(d) The applicant may amend the application to correct the 
name of the applicant, if there is a mistake in the manner in 
which the name of the applicant is set out in the application. 
The amendment must be supported by an affidavit or declaration 
under § 2.20, signed by the applicant. However, the application 
cannot be amended to set forth a different entity as the applicant. 
An application filed in the name of an entity that did not own 
the mark as of the filing date of the application is void. 


31. Revise § 2.72 to read as follows: 
§ 2.72 Amendments to description or drawing of the mark. 


(a) In an application based on use in commerce under section 
l(a) of the Act, the applicant may amend the description or 
drawing of the mark only if: 


(1) The specimens originally filed, or substitute specimens filed 
under § 2.59(a), support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


(b) In an application based on a bona fide intention to use a 
mark in commerce under section 1(b) of the Act, the applicant 
may amend the description or drawing of the mark only if: 


(1) The specimens filed with an amendment to allege use or 
statement of use, or substitute specimens filed under § 2.59(b), 
support the proposed amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


(c) In an application based on a claim of priority under section 
44(d) of the Act, or on a mark duly registered in the country 
of origin of the foreign applicant under section 44(e) of the 
Act, the applicant may amend the description or drawing of 
the mark only if: 


(1) The description or drawing of the mark in the foreign 
registration certificate supports the amendment; and 


(2) The proposed amendment does not materially alter the mark. 
The Office will determine whether a proposed amendment 
materially alters a mark by comparing the proposed amendment 
with the description or drawing of the mark filed with the 
original application. 


32. Amend § 2.76 by revising paragraphs (b), (e)(2), and (e)(3), 
and adding paragraphs (i) and (j) to read as follows: 


§ 2.76 Amendment to allege use. 


KK KKK 
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(b) A complete amendment to allege use must include: 


(1) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant (see § 2.33(a)(2)) 
that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark 
in commerce, and those goods or services specified in the 
application on or in connection with which the applicant uses 
the mark in commerce. 


(2) One specimen of the mark as actually used in commerce. 
See § 2.56 for the requirements for specimens; and 


(3) The fee per class required by § 2.6. 


** KK * 


(e) * * * 


(2) One specimen or facsimile of the mark as used in commerce; 
and 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant that the mark is 
in use in commerce. 


** * * * 


(i) If the applicant does not file the amendment to allege use 
within a reasonable time after it is signed, the Office may 
require a substitute verification or declaration under § 2.20 
stating that the mark is still in use in commerce. 


(j) For the requirements for a multiple class application, see § 
2.86. 


33. Revise § 2.86 to read as follows: 
§ 2.86 Application may include multiple classes. 


(a) In a single application, an applicant may apply to register 
the same mark for goods and/or services in multiple classes. 
The applicant must: 


(1) Specifically identify the goods or services in each class; 
(2) Submit an application filing fee for each class; and 


(3) Include either dates of use (see §§ 2.34(a)(1)(ii) and (iii)) 
and one specimen for each class, or a statement of a bona fide 
intention to use the mark in commerce on or in connection 
with all the goods or services specified in each class. The 
applicant may not claim both use in commerce and a bona fide 
intention to use the mark in commerce for the identical goods 
or services in one application. 


(b) An amendment to allege use under § 2.76 or a statement 
of use under § 2.88 must include, for each class, the required 
fee, dates of use, and one specimen. The applicant may not 
file the amendment to allege use or statement of use until the 
applicant has used the mark on all the goods or services, unless 
the applicant files a request to divide. See § 2.87 for information 
regarding requests to divide. 


(c) The Office will issue a single certificate of registration for 
the mark, unless the applicant files a request to divide. See § 
2.87 for information regarding requests to divide. 


34. Amend § 2.88 by revising paragraphs (b) and (e) and by 
adding paragraphs (k) and (1) to read as follows: 


§ 2.88 Filing statement of use after notice of allowance. 


**e KK * 


(b) A complete statement of use must include: 
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(1) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant (see § 2.33(a)(2)) 
that: 


(i) The applicant believes it is the owner of the mark; and 


(ii) The mark is in use in commerce, specifying the date of the 
applicant’s first use of the mark and first use of the mark in 
commerce, and those goods or services specified in the notice 
of allowance on or in connection with which the applicant uses 
the mark in commerce; 


(2) One specimen of the mark as actually used in commerce. 
See § 2.56 for the requirements for specimens; and 


(3) The fee per class required by § 2.6. 


** KK * 


(e) The Office will review a timely filed statement of use to 
determine whether it meets the following minimum require- 
ments: 


(1) The fee for at least a single class, required by § 2.6; 
(2) One specimen of the mark as used in commerce; 


(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant that the mark is 
in use in commerce. If the verification or declaration is unsigned 
or signed by the wrong party, the applicant must submit a 
substitute verification on or before the statutory deadline for 
filing the statement of use. 


xx KK * 


(k) If the statement of use is not filed within a reasonable time 
after the date it is signed, the Office may require a substitute 
verification or declaration under § 2.20 stating that the mark 
is still in use in commerce. 


(1) For the requirements for a multiple class application, see § 
2.86. 


35. Amend § 2.89 by revising paragraphs (a), (b), and (d), 
amending the fifth sentence of paragraph (g), and by adding 
paragraph (h) to read as follows: 


§ 2.89 Extensions of time for filing a statement of use. 


(a) The applicant may request a six-month extension of time 
to file the statement of use required by § 2.88. The extension 
request must be filed within six months of the mailing date of 
the notice of allowance under section 13(b)(2) of the Act and 
must include the following: 


(1) A written request for an extension of time to file the state- 
ment of use; 


(2) The fee per class required by § 2.6; and 


(3) A statement that is signed and verified (sworm to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant (see § 2.33(a)(2)) 
that the applicant still has a bona fide intention to use the mark 
in commerce, specifying the relevant goods or services. If the 
verification is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification within six 
months of the mailing date of the notice of allowance. 


(b) Before the expiration of the previously granted extension 
of time, the applicant may request further six-month extensions 
of time to file the statement of use by submitting the following: 


(1) A written request for an extension of time to file the state- 
ment of use; 


(2) The fee per class required by § 2.6; 
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(3) A statement that is signed and verified (sworn to) or sup- 
ported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the applicant (see § 2.33(a)(2)) 
that the applicant still has a bona fide intention to use the mark 
in commerce, specifying the relevant goods or services. If the 
verification is unsigned or signed by the wrong party, the 
applicant must submit a substitute verification before the expi- 
ration of the previously granted extension; and 


(4) A showing of good cause, as specified in paragraph (d) of 
this section. 


xe KK * 


(d) The showing of good cause must include a statement of 
the applicant’s ongoing efforts to make use of the mark in 
commerce on or in connection with each of the relevant goods 
or services. Those efforts may include product or service 
research or development, market research, manufacturing activ- 
ities, promotional activities, steps to acquire distributors, steps 
to obtain governmental approval, or other similar activities. 
In the alternative, the applicant must submit a satisfactory 
explanation for the failure to make efforts to use the mark in 
commerce. 


* KK KK 


(g) * * * A petition from the denial of a request for an extension 
of time to file a statement of use shall be filed within two 
months of the mailing date of the denial of the request. If the 
petition is granted, the term of the requested six-month exten- 
sion that was the subject of the petition will run from the date 
of the expiration of the previously existing six-month period 
for filing a statement of use. 


(h) If the extension request is not filed within a reasonable 
time after it is signed, the Office may require a substitute 
verification or declaration under § 2.20 stating that the applicant 
still has a bona fide intention to use the mark in commerce. 


36. Amend § 2.101 by revising paragraph (d)(1) to read as 
follows: 


§ 2.101 Filing an opposition. 


* * KK * 


(d)(1) The opposition must be accompanied by the required 
fee for each party joined as opposer for each class in the 
application for which registration is opposed (see § 2.6). If no 
fee, or a fee insufficient to pay for one person to oppose the 
registration of a mark in at least one class, is submitted within 
thirty days after publication of the mark to be opposed or within 
an extension of time for filing an opposition, the opposition 
will not be refused if the required fee(s) is submitted to the 
Patent and Trademark Office within the time limit set in the 
notification of this defect by the Office. 


* * KK * 


37. Amend § 2.111 by revising paragraph (c)(1) to read as 
follows: 


§ 2.111 Filing petition for cancellation. 


** KK * 


(c)(1) The petition must be accompanied by the required fee 
for each class in the registration for which cancellation is sought 
(see § 2.6). If the fee submitted is insufficient for a cancellation 
against all of the classes in the registration, and the particular 
class or classes against which the cancellation is filed are not 
specified, the Office will issue a written notice allowing peti- 
tioner a set time in which to submit the required fees(s) (pro- 
vided that the five-year period, if applicable, has not expired) 
or to specify the class or classes sought to be cancelled. If the 
required fee(s) is not submitted, or the specification made, 
within the time set in the notice, the cancellation will be pre- 
sumed to be against the class or classes in ascending order, 
beginning with the lowest numbered class, and including the 
number of classes in the registration for which the fees sub- 
mitted are sufficient to pay the fee due for each class. 
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38. Amend § 2.146 by revising paragraph (d) and by adding 
paragraphs (i) and (j) to read as follows: 


§ 2.146 Petitions to the Commissioner. 


**e KK * 


(d) A petition must be filed within two months of the mailing 
date of the action from which relief is requested, unless a 
different deadline is specified elsewhere in this chapter. 


oR DES 


(i) Where a petitioner seeks to reactivate an application or 
registration that was abandoned or cancelled because papers 
were lost or mishandled, the Commissioner may deny the peti- 
tion if the petitioner was not diligent in checking the status of 
the application or registration. To be considered diligent, the 
applicant must check the status of the application or registration 
within one year of the last filing or receipt of a notice from 
the Office for which further action by the Office is expected. 


(j) If the Commissioner denies a petition, the petitioner may 
request reconsideration, if the petitioner: 


(1) Files the request within two months of the mailing date of 
the decision denying the petition; and 


(2) Pays a second petition fee under § 2.6. 
39. Revise § 2.151 to read as follows: 
§ 2.151 Certificate. 


When the Office determines that a mark is registrable, a certifi- 
cate will be issued stating that the applicant is entitled to regis- 
tration on the Principal Register or on the Supplemental 
Register. The certificate will state the date on which the applica- 
tion for registration was filed in the Office, the act under which 
the mark is registered, the date of issue, and the number of the 
registration. A reproduction of the mark and pertinent data 
from the application will be sent with the certificate. A notice 
of the requirements of section 8 of the Act will accompany 
the certificate. 


40. Revise § 2.155 to read as follows: 

§ 2.155 Notice of publication. 

The Office will send the registrant a notice of publication of 
the mark and of the requirement for filing the affidavit or 
declaration required by section 8 of the Act. 41. Revise § 2.156 
to read as follows: 


§ 2.156 Not subject to opposition; subject to cancellation. 


The published mark is not subject to opposition, but is subject 
to petitions to cancel as specified in § 2.111 and to cancellation 
for failure to file the affidavit or declaration required by section 
8 of the Act. 


42. Add § 2.160 to read as follows: 


§ 2.160 Affidavit or declaration of continued use or excus- 
able nonuse required to avoid cancellation of registration. 


(a) During the following time periods, the owner of the registra- 
tion must file an affidavit or declaration of continued use or 
excusable nonuse, or the registration will be cancelled: 


(1)() For registrations issued under the Trademark Act of 1946, 
on or after the fifth anniversary and no later than the sixth 
anniversary after the date of registration; or 


(ii) For registrations issued under prior Acts, on or after the 
fifth anniversary and no later than the sixth anniversary after 
the date of publication under section 12(c) of the Act; and 


(2) For all registrations, within the year before the end of every 
ten-year period after the date of registration. 
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(3) The affidavit or declaration may be filed within a grace 
period of six months after the end of the deadline set forth in 
paragraphs (a)(1) and (a)(2) of this section, with payment of 
the grace period surcharge required by section 8(c)(1) of the 
Act and § 2.6. 


b) For the requirements for the affidavit or declaration, see § 
2.161. 


43. Revise § 2.161 to read as follows: 


§ 2.161 Requirements for a complete affidavit or declaration 
of continued use or excusable nonuse. 


A complete affidavit or declaration under section 8 of the Act 
must: 


(a) Be filed by the owner within the period set forth in § 
2.160(a); 


(b) Include a statement that is signed and verified (sworn to) 
or supported by a declaration under § 2.20 by a person properly 
authorized to sign on behalf of the owner, attesting to the 
continued use or excusable nonuse of the mark within the period 
set forth in section 8 of the Act. The verified statement must 
be executed on or after the beginning of the filing period 
specified in § 2.160(a). A person who is properly authorized 
to sign on behalf of the owner is: 


(1) a person with legal authority to bind the owner; or 


(2) a person with firsthand knowledge of the facts and actual 
or implied authority to act on behalf of the owner; or 


(3) an attorney as defined in § 10.1(c) of this chapter who has 
an actual or implied written or verbal power of attorney from 
the owner. 


(c) Include the registration number; 


(d)(1) Include the fee required by § 2.6 for each class of goods 
or services that the affidavit or declaration covers; 


(2) If the affidavit or declaration is filed during the grace period 
under section 8(c)(1) of the Act, include the late fee per class 
required by § 2.6; 


(3) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. Additional fee(s) 
may be submitted if the requirements of § 2.164 are met. If 
the required fee(s) are not submitted and the class(es) to which 
the original fee(s) should be applied are not specified, the Office 
will presume that the fee(s) cover the classes in ascending 
order, beginning with the lowest numbered class; 


(e)(1) Specify the goods or services for which the mark is in use 
in commerce, and/or the goods or services for which excusable 
nonuse is claimed under § 2.161(f)(2); 


(2) If the affidavit or declaration covers less than all the goods 
or services, or less than all the classes in the registration, specify 
the goods or services being deleted from the registration; 


(f)(1) State that the registered mark is in use in commerce on 
or in connection with the goods or services in the registration; 
or 


(2) If the registered mark is not in use in commerce on or in 
connection with all the goods or services in the registration, 
set forth the date when use of the mark in commerce stopped 
and the approximate date when use is expected to resume; and 
recite facts to show that nonuse as to those goods or services 
is due to special circumstances that excuse the nonuse and is 
not due to an intention to abandon the mark; 


(g) Include a specimen showing current use of the mark for 
each class of goods or services, unless excusable nonuse is 
claimed under § 2.161(f)(2). The specimen must: 


U.S. PATENT AND TRADEMARK OFFICE 


1232 OG 705 
(246) 


(1) Show the mark as actually used on or in connection with 
the goods or in the sale or advertising of the services. A photo- 
copy or other reproduction of the specimen showing the mark as 
actually used is acceptable. However, a photocopy that merely 
reproduces the registration certificate is not a proper specimen; 


(2) Be flat and no larger than 8 1/2 inches (21.6 cm.) wide by 
11.69 inches (29.7 cm.) long. If a specimen exceeds these size 
requirements (a “bulky specimen”), the Office will create a 
facsimile of the specimen that meets the requirements of the 
rule (i.e., is flat and no larger than 8 1/2 inches (21.6 cm.) 
wide by 11.69 inches (29.7 cm.) long) and put it in the file 
wrapper; 


(h) If the registrant is not domiciled in the United States, the 
registrant must list the name and address of a United States 
resident upon whom notices or process in proceedings affecting 
the registration may be served. 


44. Revise § 2.162 to read as follows: 


§ 2.162 Notice to registrant. 


When a certificate of registration is originally issued, the Office 
includes a notice of the requirement for filing the affidavit or 
declaration of use or excusable nonuse under section 8 of the 
Act. However the affidavit or declaration must be filed within 
the time period required by section 8 of the Act even if this 
notice is not received. 


45. Revise § 2.163 to read as follows: 


§ 2.163 Acknowledgment of receipt of affidavit or declara- 
tion. 


The Office will issue a notice as to whether an affidavit or 
declaration is acceptable, or the reasons for refusal. 


(a) If the owner of the registration filed the affidavit or declara- 
tion within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected if the requirements of § 2.164 
are met. 


(b) A response to the refusal must be filed within six months 
of the mailing date of the Office action, or before the end of 
the filing period set forth in section 8(a) or section 8(b) of the 
Act, whichever is later. If no response is filed within this time 
period, the registration will be cancelled. 


46. Revise § 2.164 to read as follows: 
§ 2.164 Correcting deficiencies in affidavit or declaration. 


(a) If the owner of the registration files an affidavit or declara- 
tion within the time periods set forth in section 8 of the Act, 
deficiencies may be corrected, as follows: 


filed within the periods set forth in sections 8(a) and 8(b) of 
the Act. If the owner timely files the affidavit or declaration 
within the relevant filing period set forth in section 8(a) or 
section 8(b) of the Act, deficiencies may be corrected before the 
end of this filing period without paying a deficiency surcharge. 
Deficiencies may be corrected after the end of this filing period 
with payment of the deficiency surcharge required by section 
8(c)(2) of the Act and § 2.6. 





(2) Correcting deficiencies in affidavits or declarations file 
during the grace period. If the affidavit or declaration is filed 
during the six-month grace period provided by section 8(c)(1) 
of the Act, deficiencies may be corrected before the expiration 
of the grace period without paying a deficiency surcharge. 
Deficiencies may be corrected after the expiration of the grace 
period with payment of the deficiency surcharge required by 
section 8(c)(2) of the Act and § 2.6. 


(b) If the affidavit or declaration is not filed within the time 
periods set forth in section 8 of the Act, or if it is filed within 
that period by someone other than the owner, the registration 
will be cancelled. These deficiencies cannot be cured. 


47. Revise § 2.165 to read as follows: 
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§ 2.165 Petition to Commissioner to review refusal. 


(a) A response to the examiner’s initial refusal to accept an 
affidavit or declaration is required before filing a petition to 
the Commissioner, unless the examiner directs otherwise. See 
§ 2.163(b) for the deadline for responding to an examiner’s 
Office action. 


(b) If the examiner maintains the refusal of the affidavit or 
declaration, a petition to the Commissioner to review the action 
may be filed. The petition must be filed within six months of 
the mailing date of the action maintaining the refusal, or the 
Office will cancel the registration and issue a notice of the 
cancellation. 


(c) A decision by the Commissioner is necessary before filing 
an appeal or commencing a civil action in any court. 


48. Revise § 2.166 to read as follows: 


§ 2.166 Affidavit of continued use or excusable nonuse com- 
bined with renewal application. 


An affidavit or declaration under section 8 of the Act and a 
renewal application under section 9 of the Act may be combined 
into a single document, provided that the document meets the 
requirements of both sections 8 and 9 of the Act. 


49. Amend § 2.167 by revising paragraph (c) to read as follows: 
§ 2.167 Affidavit or declaration under section 15. 
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(c) Recite the goods or services stated in the registration on or 
in connection with which the mark has been in continuous use 
in commerce for a period of five years after the date of registra- 
tion or date of publication under section 12(c) of the Act, and 
is still in use in commerce; 


** kK * 


50. Revise § 2.168 to read as follows: 


§ 2.168 Affidavit or declaration under section 15 combined 
with affidavit or declaration under section 8, or with 
renewal application. 


(a) The affidavit or declaration filed under section 15 of the 
Act may also be used as the affidavit or declaration required 
by section 8, if the affidavit or declaration meets the require- 
ments of both sections 8 and 15. 


(b) The affidavit or declaration filed under section 15 of the 
Act may be combined with an application for renewal of a 
registration under section 9 of the Act, if the requirements of 
both sections 9 and 15 are met. 


51. Amend § 2.173 by revising the heading and paragraph (a) 
to read as follows: 


§ 2.173 Amendment of registration. 


(a) The registrant may apply to amend the registration or to 
disclaim part of the mark in the registration. A written request 
specifying the amendment or disclaimer must be submitted. 
The request must be signed by the registrant and verified or 
supported by a declaration under § 2.20, and accompanied by 
the required fee. If the amendment involves a change in the 
mark, a new specimen showing the mark as used on or in 
connection with the goods or services, and a new drawing 
of the amended mark, must be submitted. The certificate of 
registration or, if the certificate is lost or destroyed, a certified 
copy of the certificate, must also be submitted. The registration 
as amended must still contain registrable matter, and the mark 
as amended must be registrable as a whole. An amendment or 
disclaimer must not materially alter the character of the mark. 


x*keKKK 
52. Amend § 2.181 by revising paragraph (a) to read as follows: 
§ 2.181 Term of original registrations and renewals. 
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(a)(1) Subject to the provisions of section 8 of the Act requiring 
an affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed prior to November 16, 1989, 
whether on the Principal Register or on the Supplemental Reg- 
ister, remain in force for twenty years from their date of issue 
or the date of renewal, and may be further renewed for periods 
of ten years, unless previously cancelled or surrendered. 


(2) Subject to the provisions of section 8 of the Act requiring 
an affidavit or declaration of continued use or excusable nonuse, 
registrations issued or renewed on or after November 16, 1989, 
whether on the Principal Register or on the Supplemental Reg- 
ister, remain in force for ten years from their date of issue or 
the date of renewal, and may be further renewed for periods 
of ten years, unless previously cancelled or surrendered. 


kK KKK 


53. Revise § 2.182 to read as follows: 
§ 2.182 Time for filing renewal application. 


An application for renewal must be filed within one year before 
the expiration date of the registration, or within the six-month 
grace period after the expiration date of the registration. If no 
renewal application is filed within this period, the registration 
will expire. 


54. Revise § 2.183 to read as follows: 


§ 2.183 Requirements for a complete renewal application. 


A complete renewal application must include: 


(a) A request for renewal of the registration, signed by the 
registrant or the registrant’s representative; 


(b) The fee required by § 2.6 for each class; 


(c) The additional fee required by § 2.6 for each class if the 
renewal application is filed during the six-month grace period 
set forth in section 9(a) of the Act; ; 


(d) If the registrant is not domiciled in the United States, the 
name and address of a United States resident on whom notices 
or process in proceedings affecting the registration may be 
served; and 


(e) If the renewal application covers less than all the goods or 
services in the registration, a list of the particular goods or 
services to be renewed. 


(f) If at least one fee is submitted for a multi-class registration, 
but the class(es) to which the fee(s) should be applied are not 
specified, the Office will issue a notice requiring either the 
submission of additional fee(s) or an indication of the class(es) 
to which the original fee(s) should be applied. Additional fee(s) 
may be submitted if the requirements of § 2.185 are met. If 
the required fee(s) are not submitted and the class(es) to which 
the original fee(s) should be applied are not specified, the Office 
will presume that the fee(s) cover the classes in ascending 
order, beginning with the lowest numbered class. 


55. Revise § 2.184 to read as follows: 
§ 2.184 Refusal of renewal. 


(a) If the renewal application is not acceptable, the Office will 
issue a notice stating the reason(s) for refusal. 


(b) A response to the refusal of renewal must be filed within 
six months of the mailing date of the Office action, or before 
the expiration date of the registration, whichever is later, or 
the registration will expire. 


(c) If the renewal application is not filed within the time periods 
set forth in section 9(a) of the Act, the registration will expire. 


56. Add § 2.185 to read as follows: 
§ 2.185 Correcting deficiencies in renewal application. 


(a) If the renewal application is filed within the time periods set 
forth in section 9(a) of the Act, deficiencies may be corrected, as 
follows: 
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(1) Correcting deficiencies in renewal applications filed within 
one year before the expiration date of the registration. If the 
renewal application is filed within one year before the expiration 
date of the registration, deficiencies may be corrected before the 
expiration date of the registration without paying a deficiency 
surcharge. Deficiencies may be corrected after the expiration 
date of the registration with payment of the deficiency surcharge 
required by section 9(a) of the Act and § 2.6. 


(2) Correcting deficiencies in renewal applications filed during 
the grace period. If the renewal application is filed during the 


six-month grace period, deficiencies may be corrected before 
the expiration of the grace period without paying a deficiency 
surcharge. Deficiencies may be corrected after the expiration 
of the grace period with payment of the deficiency surcharge 
required by section 9(a) of the Act and § 2.6. 





(b) If the renewal application is not filed within the time periods 
set forth in section 9(a) of the Act, the registration will expire. 
This deficiency cannot be cured. 


57. Add § 2.186 to read as follows: 


§ 2.186 Petition to Commissioner to review refusal of 
renewal. : 


(a) A response to the examiner’s initial refusal of the renewal 
application is required before filing a petition to the Commis- 
sioner, unless the examiner directs otherwise. See § 2.184(b) 
for the deadline for responding to an examiner’s Office action. 


(b) If the examiner maintains the refusal of the renewal applica- 
tion, a petition to the Commissioner to review the refusal may 
be filed. The petition must be filed within six months of the 
mailing date of the Office action maintaining the refusal, or 
the renewal application will be abandoned and the registration 
will expire. 


(c) A decision by the Commissioner is necessary before filing 
an appeal or commencing a civil action in any court. 


PART 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


58. The authority citation for part 3 continues to read as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


59. Revise § 3.16 to read as follows: 


§ 3.16 Assignability of trademarks prior to filing of an 
allegation of use. 


Before an allegation of use under either 15 U.S.C. 1051(c) or 
15 U.S.C. 1051(d) is filed, an applicant may only assign an 
application to register a mark under 15 U.S.C. 1051(b) to a 
successor to the applicant’s business, or portion of the business 
to which the mark pertains, if that business is ongoing and 
existing. 


60. Amend § 3.24 by revising the heading to read as follows: 


§ 3.24 Requirements for documents and cover sheets 
relating to patents and patent applications. 


** KK * 

61. Add § 3.25 to read as follows: 

§ 3.25 Recording requirements for trademark applications 
and registrations. 

(a) Documents affecting title. To record documents affecting 
title to a trademark application or registration, a legible cover 
sheet (see § 3.31) and one of the following must be submitted: 
(1) The original document; 


(2) A copy of the document; 


(3) A copy of an extract from the document evidencing the 
effect on title; or 
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(4) A statement signed by both the party conveying the interest 
and the party receiving the interest explaining how the convey- 
ance affects title. 


(b) Name changes. Only a legible cover sheet is required (See 
§ 3.31). 


(c) All documents. All documents submitted to the Office 
should be on white and non-shiny paper that is no larger than 
8 1/2 x 14 inches (21.6 x 33.1 cm.) with a one-inch (2.5 cm) 
margin on all sides. Only one side of each page should be 
used. 


62. Revise § 3.28 to read as follows: 
§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
include at least one cover sheet as specified in § 3.31 referring 
either to those patent applications and patents, or to those 
trademark applications and registrations, against which the doc- 
ument is to be recorded. If a document to be recorded includes 
interests in, or transactions involving, both patents and trade- 
marks, separate patent and trademark cover sheets should be 
submitted. Only one set of documents and cover sheets to be 
recorded should be filed. If a document to be recorded is not 
accompanied by a completed cover sheet, the document and 
the incomplete cover sheet will be returned pursuant to § 3.51 
for proper completion. The document and a completed cover 
sheet should be resubmitted. 


63. Amend § 3.31 by revising paragraphs (a) and (b) and by 
adding paragraphs (d) and (e) to read as follows: 


§ 3.31 Cover sheet content. 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 


(1) The name of the party conveying the interest; 
(2) The name and address of the party receiving the interest; 


(3) A description of the interest conveyed or transaction to be 
recorded; 


(4) Identification of the interests involved: 


(i) For trade ents tradem é ; 
Each trademark registration number and each trademark appli- 
cation number, if known, against which the Office is to record 
the document. If the trademark application number is not 
known, a copy of the application or a reproduction of the 
trademark must be submitted, along with an estimate of the 
date that the Office received the application; or 


(ii) For any other document affecting title to a trademark or 
patent application, registration or patent: Each trademark or 
patent application number or each trademark registration 
number or patent against which the document is to be recorded, 
or an indication that the document is filed together with a patent 
application; 





(5) The name and address of the party to whom correspondence 
concerning the request to record the document should be mailed; 


(6) The date the document was executed; 


(7) An indication that the assignee of a trademark application 
or registration who is not domiciled in the United States has 
designated a domestic representative (see § 3.61); and 


(8) The signature of the party submitting the document. 


(b) A cover sheet should not refer to both patents and trade- 
marks, since any information, including information about 
pending patent applications, submitted with a request for 
recordation of a document against a trademark application or 
trademark registration will become public record upon recorda- 
tion. 


** * * * 
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(d) Each trademark cover sheet required by § 3.28 seeking to 
record a document against a trademark application or registra- 
tion should include, in addition to the serial number or registra- 
tion number of the trademark, identification of the trademark 
or a description of the trademark, against which the Office is 
to record the document. 


(e) Each patent or trademark cover sheet required by § 3.28 
should contain the number of applications, patents or registra- 
tions identified in the cover sheet and the total fee. 


PART 6 - CLASSIFICATION OF GOODS AND SER- 
VICES UNDER THE TRADEMARK ACT 


64. The authority citation for part 6 continues to read as follows: 


Authority: 15 U.S.C. 1112, 1123; 35 U.S.C. 6, unless otherwise 
noted. 


65. Revise § 6.1 to read as follows: 


§ 6.1 International schedule of classes of goods and services. 
GOODS 


1. Chemicals used in industry, science and photography, as 
well as in agriculture, horticulture and forestry; unprocessed 
artificial resins; unprocessed plastics; manures; fire extin- 
guishing compositions; tempering and soldering preparations; 
chemical substances for preserving foodstuffs; tanning sub- 
stances; adhesives used in industry. 


2. Paints, varnishes, lacquers; preservatives against rust and 
against deterioration of wood; colorants; mordants; raw natural 
resins; metals in foil and powder form for painters, decorators, 
printers and artists. 


3. Bleaching preparations and other substances for laundry use; 
cleaning, polishing, scouring and abrasive preparations; soaps; 
perfumery, essential oils, cosmetics, hair lotions; dentifrices. 


4. Industrial oils and greases; lubricants; dust absorbing, wetting 
and binding compositions; fuels (including motor spirit) and 
illuminants; candles, wicks. 


5. Pharmaceutical, veterinary, and sanitary preparations; 
dietetic substances adapted for medical use, food for babies; 
plasters, materials for dressings; material for stopping teeth, 
dental wax; disinfectants; preparations for destroying vermin; 
fungicides, herbicides. 


6. Common metals and their alloys; metal building materials; 
transportable buildings of metal; materials of metal for railway 
tracks; nonelectric cables and wires of common metal; ironmon- 
gery, small items of metal hardware; pipes and tubes of metal; 
safes; goods of common metal not included in other classes; 
ores. 


7. Machines and machine tools; motors and engines (except for 
land vehicles); machine coupling and transmission components 
(except for land vehicles); agricultural implements other than 
hand-operated; incubators for eggs. 


8. Hand tools and implements (hand-operated); cutlery; side 
arms; razors. 


9. Scientific, nautical, surveying, electric, photographic, cine- 
matographic, optical, weighing, measuring, signalling, 
checking (supervision), life-saving and teaching apparatus and 
instruments; apparatus for recording, transmission or reproduc- 
tion of sound or images; magnetic data carriers, recording discs; 
automatic vending machines and mechanisms for coin operated 
apparatus; cash registers, calculating machines, data processing 
equipment and computers; fire extinguishing apparatus. 


10. Surgical, medical, dental, and veterinary apparatus and 
instruments, artificial limbs, eyes, and teeth; orthopedic articles; 
suture materials. 


11. Apparatus for lighting, heating, steam generating, cooking, 
refrigerating, drying, ventilating, water supply, and sanitary 
purposes. 
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12. Vehicles; apparatus for locomotion by land, air, or water. 


13. Firearms; ammunition and projectiles; explosives; fire- 
works. 


14. Precious metals and their alloys and goods in precious 
metals or coated therewith, not included in other classes; jew- 
elry, precious stones; horological and chronometric instru- 
ments. 


15. Musical instruments. 


16. Paper, cardboard and goods made from these materials, not 
included in other classes; printed matter; bookbinding material; 
photographs; stationery; adhesives for stationery or household 
purposes; artists’ materials; paint brushes; typewriters and 
office requisites (except furniture); instructional and teaching 
material (except apparatus); plastic materials for packaging (not 
included in other classes); playing cards; printers’ type; printing 
blocks. 


17. Rubber, gutta-percha, gum, asbestos, mica and goods made 
from these materials and not included in other classes; plastics 
in extruded form for use in manufacture; packing, stopping 
and insulating materials; flexible pipes, not of metal. 


18. Leather and imitations of leather, and goods made of these 
materials and not included in other classes; animal skins, hides; 
trunks and travelling bags; umbrellas, parasols and walking 
sticks; whips, harness and saddlery. 


19. Building materials (non-metallic); nonmetallic rigid pipes 
for building; asphalt, pitch and bitumen; nonmetallic transport- 
able buildings; monuments, not of metal. 


20. Furniture, mirrors, picture frames; goods (not included in 
other classes) of wood, cork, reed, cane, wicker, horn, bone, 
ivory, whalebone, shell, amber, mother-of-pearl, meerschaum 
and substitutes for all these materials, or of plastics. 


21. Household or kitchen utensils and containers (not of pre- 
cious metal or coated therewith); combs and sponges; brushes 
(except paint brushes); brush-making materials; articles for 
cleaning purposes; steel-wool; unworked or semi-worked glass 
(except glass used in building); glassware, porcelain and earth- 
enware not included in other classes. 


22. Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks 
and bags (not included in other classes); padding and stuffing 
materials (except of rubber or plastics); raw fibrous textile 
materials. 


23. Yarns and threads, for textile use. 


24. Textiles and textile goods, not included in other classes; 
beds and table covers. 


25. Clothing, footwear, headgear. 


26. Lace and embroidery, ribbons and braid; buttons, hooks 
and eyes, pins and needles; artificial flowers. 


27. Carpets, rugs, mats and matting, linoleum and other mate- 
rials for covering existing floors; wall hangings (non-textile). 


28. Games and playthings; gymnastic and sporting articles not 
included in other classes; decorations for Christmas trees. 


29. Meat, fish, poultry and game; meat extracts; preserved, 
dried and cooked fruits and vegetables; jellies, jams, fruit 
sauces; eggs, milk and milk products; edible oils and fats. 


30. Coffee, tea, cocoa, sugar, rice, tapioca, sago, artificial 
coffee; flour and preparations made from cereals, bread, pastry 
and confectionery, ices; honey, treacle; yeast, baking powder; 
salt, mustard; vinegar, sauces (condiments); spices; ice. 


31. Agricultural, horticultural and forestry products and grains 
not included in other classes; live animals; fresh fruits and 
vegetables; seeds, natural plants and flowers; foodstuffs for 
animals; malt. 
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32. Beers; mineral and aerated waters and other nonalcoholic 
drinks; fruit drinks and fruit juices; syrups and other prepara- 
tions for making beverages. 


33. Alcoholic beverages (except beers). 
34. Tobacco; smokers’ articles; matches. 
SERVICES 


35. Advertising; business management; business administra- 
tion; office functions. 


36. Insurance; financial affairs; monetary affairs; real estate 
affairs. 


37. Building construction; repair; installation services. 
38. Telecommunications. 


39. Transport; packaging and storage of goods; travel arrange- 
ment. 


40. Treatment of materials. 


41. Education; providing of training; entertainment; sporting 
and cultural activities. 


42. Providing of food and drink; temporary accommodation; 
medical, hygienic and beauty care; veterinary and agricultural 
services; legal services; scientific and industrial research; com- 
puter programming; services that cannot be classified in other 
classes. 

Aug. 30, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 
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(247) Point-of-Sale Check Conversion Pilot Program 


The Patent and Trademark Office (PTO) is participating in the 
U.S. Department of the Treasury’s Point-of-Sale (POS) Check 
Conversion pilot program for certain fee collection activities. 
The method of payments accepted under 37 CFR 1.23 are not 
changed by this notice. Those customers paying in person by 
checks other than cashier’s or certified checks may be affected 
by the POS Check Conversion program. The following educa- 
tional signage will be conspicuously displayed at all POS Check 
Conversion locations: 


This Federal Agency now uses electronic Point-of-Sale 
Check Conversion. Check Conversion uses the information 
pre-printed on your check to initiate an electronic debit from 
your checking account. This debit will be posted to your 
checking account within one business day and will appear 
on your next account statement as an electronic payment to 
this Agency. 


To perform Check Conversion, the clerk will run your check 
through a device that can read your account information 
from the check. You will be asked to sign a form authorizing 
the Agency to electronically debit the amount of the transac- 
tion from your account. The clerk will stamp your check as 
“Void - Processed by Electronic Funds Transfer” and will 
return your check, authorization and receipt to you. 


The POS Check Conversion pilot will be used in the Patent 
Search Libraries, Patent Search Image Retrieval Facility, Office 
of Electronic Information Products, Office of Public Records, 
and Trademark Search Library. The POS Check Conversion 
program is one component of the long-term PTO commitment 
to enhance financial management practices in order to fulfill 
its fiduciary obligations to its many customers. The POS Check 
Conversion program will reduce the processing and collection 
costs associated with returned “unpaid” checks. Customers who 
do not wish to participate in the POS Check Conversion pro- 
gram may submit a method of payment other than a check in 
accordance with 37 CFR 1.23, including credit card and cash 
payments. Questions or comments concerning this notice 
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should be forwarded to Matthew Lee by telephone at (703) 
305-8051, by e-mail at matthew.lee@uspto.gov, or by fax at 
(703) 305-8007. 
Sep. 22, 1999 Q. TODD DICKINSON 
Acting Assistant Secretary of Commerce and 
Acting Commissioner of Patents and Trademarks 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Part 2 
[Docket No. 990401084-9227-02] 
RIN 0651-AB00 


Trademark Law Treaty Implementation Act Changes; 
Correction 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Final rule; correction. 


SUMMARY: The Patent and Trademark Office published in 
the Federal Register of September 8, 1999, (64 FR 48900) a 
final rule amending its rules to implement the Trademark Law 
Treaty Implementation Act of 1998 and to otherwise simplify 
and clarify procedures for registering trademarks, and for main- 
taining and renewing trademark registrations. This document 
corrects four typographical errors in the final rule. 


DATES: Effective on October 30, 1999. 


FOR FURTHER INFORMATION CONTACT: Mary 
Hannon, Office of Assistant Commissioner for Trademarks, 
by telephone at (703) 308-8910, extension 137; by facsimile 
transmission addressed to her at (703) 308-9395; or by mail 
marked to her attention and addressed to Assistant Commis- 
sioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 
22202-3513. 


SUPPLEMENTARY INFORMATION: The Patent and 
Trademark Office published a final rule in the Federal Register 
of 


{{[Page 51245]] 


September 8, 1999, (64 FR 48900) entitled “Trademark Law 
Treaty Implementation Act Changes.” This document amends 
37 CFR 2.76(b)(1), 2.88(b)(1), 2.89(a)(3), and 2.89(b)(3) to 
correct a cross-reference. Specifically, these sections are 
amended to refer to “Sec. 2.33(a)” rather than “Sec. 2.33(a)(2).” 


In rule FR Doc. 99-22957, published on September 8, 1999, 
(64 FR 48900), make the following corrections: 


Sec. 2.76 [Corrected] 


1. On page 48922, in the third column, in Sec. 2.76, in 
paragraph (b)(1) introductory text, in line 5, correct “Sec. 
2.33(a)(2)” to read “Sec. 2.33(a)”. 


Sec. 2.88 [Corrected] 


2. On page 48923, in the second column, in Sec. 2.88, in 
paragraph (b)(1) introductory text, in line 3 from the top of 
the column, correct “Sec. 2.33(a)(2)” to read “Sec. 2.33(a)”. 


Sec. 2.89 [Corrected] 


3. On page 48923, in the third column, in Sec. 2.89, in 
paragraph (a)(3), in line 2 from the top of the column, correct 
“Sec. 2.33(a)(2)” to read “Sec. 2.33(a)”. 


4. On page 48923, in the third column, in Sec. 2.89, in 
paragraph (b)(3), in line 5, correct “Sec. 2.33(a)(2)” to read 
“Sec. 2.33(a)”. 


ALBIN F. DROST 

Acting Solicitor 
[FR Doc. 99-24676 Filed 9-21-99; 8:45 am] 
BILLING CODE 3510-16-P 


September 17, 1999 
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(249) Changes To Requirements For 
Petitions To The Commissioner In Trademark Cases 
Effective Date: October 30, 1999 


This notices discusses changes to the requirements for filing 
petitions to revive under Trademark Rule 2.66, 37 C.F.R. §2.66, 
and petitions to the Commissioner under Trademark Rule 2.146, 
37 C.F.R. §2.146, effective October 30, 1999. 


Contents 


I. Petitions to Revive Abandoned Applications 
A. Requirements for Petitions to Revive 
B. Where the Unintentional Delay Standard Applies 
C. Where the Unintentional Delay Standard Does Not 
Apply 
II. Deadlines for Filing Petitions 
Ill. Due Diligence 
IV. Requests for Reconsideration 


I. PETITIONS TO REVIVE ABANDONED APPLICA- 
TIONS 


Effective October 30, 1999, §§1(d)(4) and 12(b) of the Trade- 
mark Act, 15 U.S.C. §§1051(d)(4) and 1062(b), and Trademark 
Rule 2.66, 37 C.F.R. §2.66, provide for revival of an abandoned 
application where the delay in responding to an Office action 
or notice of allowance was unintentional. A showing of 
“unavoidable delay” is no longer required. All petitions to 
revive that are pending or filed on or after October 30, 1999, 
will be reviewed under the unintentional delay standard. 


A. Requirements for Petitions to Revive 


1. Requirements for Petition to Revive Application Abandoned 


for Failure to Timely Respond to Examining Attorney’s Office 
Action 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to an examining 
attorney’s Office action are listed in 37 C.F.R. §2.66(b). The 
petition must include all of the following: 


(1) The petition fee required by 37 C.F.R. §2.6; 


(2) A statement, signed by someone with firsthand knowl- 
edge of the facts, that the delay in filing the response on or 
before the due date was unintentional; 


(3) Unless the applicant alleges that it did not receive the 
Office action, the applicant’s proposed response to the Office 
action. The response should be on a separate paper from the 
petition. 


2. Requirements for Petition to Revive Application Abandoned 
for Failure to File a Statement of Use - Notice of Allowance 
Received 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to a notice of 
allowance are listed in 37 C.F.R. §2.66(c). If the applicant 
received the notice of allowance, the petition must include all 
of the following: 


(1) The petition fee required by 37 C.F.R. §2.6; 


(2) A statement, signed by someone with firsthand know]- 
edge of the facts, that the delay in filing the statement of use 
(or request for extension of time to file a statement of use) on 
or before the due date was unintentional; 


(3) Either a statement of use under 37 C.F.R. §2.88 or a 
request for an extension of time to file a statement of use under 
37 C.F.R. §2.89; and 


(4) The required fees for the number of requests for exten- 
sions of time to file a statement of use that the applicant should 
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have filed under 37 C.F.R. §2.89 if the application had never 
been abandoned. 


Example: For example, if a notice of allowance was issued 

June 14, 1998, and a petition to revive was filed August 1, 1999, 
the petition should be accompanied by: (a) either a statement of 
use or request for an extension of time to file a statement of 
use, together with the required filing fee; and (b) the fees for 
the extension requests due December 14, 1998 and June 14, 
1999 (unless those fees had been previously paid). These fees 
are in addition to the petition fee. 
The Office will not grant a petition to revive an intent-to-use 
application if the grant of the petition would extend the deadline 
for filing the statement of use beyond thirty-six months after 
issuance of the notice of allowance. 15 U.S.C. §1051(d)(2); 
37 C.F.R. §2.66(d). 


Filing a petition to revive does not stay the time for filing a 
statement of use or further extension request. When a petition 
is granted, the term of the requested six-month extension that 
was the subject of the petition runs from the expiration date 
of the previously existing six-month period for filing a statement 
of use. Thus, unless a statement of use is filed with or before the 
petition, the applicant must continue to file extension requests as 
they become due during the pendency of a petition. 37 C.F.R. 
§§2.66(c)(5) and 2.89(g).If the petition is denied, the fees for 
the extension requests filed during the pendency of the petition 
will be refunded. 


If the applicant fails to file a statement of use, or further 
request(s) for extension(s) of time to file a statement of use 
while the petition is pending, the applicant will be given an 
opportunity to perfect the petition by paying the fees for each 
missed extension request and filing a copy of the last extension 
request, or statement of use, that should have been filed. Jn re 
Moisture Jamzz, Inc., 47 USPQ2d 1762 (Comm’r Pats. 1997). 


3. Requirements for Petition to Revive Application Abandoned 
for Failure to File a Statement of Use - Notice of Allowance 
Not Received 


The procedural requirements for filing a petition to revive an 
application abandoned for failure to respond to a notice of 
allowance are listed in 37 C.F.R. §2.66(c). If the applicant did 
not receive the notice of allowance, the petition must include 
the following: 


(1) The petition fee required by 37 C.F.R. §2.6; and 


(2) A statement, signed by someone with firsthand know]- 
edge of the facts, that the applicant did not receive the notice 
of allowance, and that the delay in filing the statement of use 
(or request for extension of time to file a statement of use) on 
or before the due date was unintentional; 


If the applicant does not receive the notice of allowance, it is not 
necessary to file a statement of use or request for an extension of 
time to file a statement of use, or the fees for the number of 
requests for extensions of time to file a statement of use that 
would have been due if the application had never been aban- 
doned. 37 C.F.R. §§2.66(c)(3) and (4). If the petitioner files 
an extension request with a petition that alleges nonreceipt of 
the notice of allowance, the Office will cancel the notice of 
allowance, refund the filing fee for the extension request, and 
forward the file to the Publication and Issue Section of the 
Office to reissue the notice of allowance. 


If the petitioner files a statement of use with a petition that 
alleges nonreceipt of the notice of allowance, the Office will 
give the petitioner the option of (a) having the notice of allow- 
ance cancelled and reissued, and the filing fee for the statement 
of use refunded; or (b) paying the additional filing fees for the 
extension requests that would have been due if the application 
had never been abandoned. 


4. Establishing Unintentional Delay 


Trademark Rules 2.66(b)(2) and (c)(2), 37 C.F.R. §§2.66(b)(2) 
and (c)(2), require that a petition to revive include a statement, 
signed by someone with firsthand knowledge of the facts, that 
the delay in responding to the Office action or notice of allow- 
ance was unintentional. This statement need not be verified. 
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Generally, the Office will not question the authority of the 
person signing the statement. 


Except when alleging non-receipt of an Office action or notice 
of allowance, it is not necessary to explain the circumstances 
that caused the unintentional delay. The Office will generally 
not question the applicant’s assertion that the delay in 
responding to an Office action or notice of allowance was 
unintentional, and will grant the petition, unless there is infor- 
mation in the record indicating that the delay was in fact inten- 
tional. An example of intentional delay is if an applicant 
intentionally decides to refrain from filing a response or intent- 
to-use document because it no longer wants to pursue registra- 
tion of the mark, only to later decide that it does. 


B. Where the Unintentional Delay Standard Applies 


Trademark Rule 2.66 applies only to the “failure” to respond 
to an Office action or notice of allowance, including the failure 
to meet minimum filing requirements for a statement of use 
or request for an extension of time to file a statement of use. 


The minimum filing requirements for a statement of use are 
set forth in Trademark Rule 2.88(e), 37 C.F.R. §2.88(e): (1) 
the fee for at least a single class of goods or services; (2) at least 
one specimen or facsimile of the mark as used in commerce; and 
(3) a verification or declaration signed by the applicant stating 
that the mark is in use in commerce. 


The minimum filing requirements for a request for extension 
of time to file a statement of use are: (1) a verified statement 
that the applicant has a continued bona fide intention to use 
the mark in commerce; (2) a specification of the goods or 
services on or in connection with which the applicant has a 
continued bona fide intention to use the mark in commerce; 
and (3) payment of the prescribed fee for at least one class of 
goods or services. In re El Taurino Restaurant, Inc., 41 USPQ2d 
1220, 1222 (Comm’r Pats. 1996). 


An applicant who fails to meet the minimum filing requirements 
for a statement of use or request for an extension of time to 
file a statement of use has, in effect, not filed the statement of 
use or extension request. Therefore, if the failure to meet the 
minimum filing requirements was unintentional, the applicant 
may file a petition to revive under Trademark Rule 2.66. (Note: 
If a statement of use is timely filed and meets the minimum 
filing requirements that a statement of use must meet before 
it can be sent to an examining attorney for examination under 
Trademark Rule 2.88(e), Trademark Rule 2.66 does not apply. 
Therefore, Trademark Rule 2.66 does not apply to an applica- 
tion abandoned due to an examining attorney’s refusal of regis- 
tration on the ground that the applicant did not meet statutory 
requirements before expiration of the time for filing the state- 
ment of use (e.g., because the specimen(s) is unacceptable or 
the statement of use was not filed by the owner - see TMEP 
§1105.05(f)(i)(A)). The applicant may appeal the examining 
attorney’s refusal of registration to the Trademark Trial and 
Appeal Board.) 


An applicant may also file a petition to revive under Trademark 
Rule 2.66 if the applicant timely files a notice of appeal from 
an examining attorney’s final refusal, but unintentionally fails 
to include the appeal fee required by §20 of the Act, 15 U.S.C. 
§1070. 


C. Where the Unintentional Delay Standard Does Not Apply 


1. Examining Attorney’s Holding of Abandonment for Failure 
to File Complete Response to Office Action 


Trademark Rule 2.66 does not apply to the unintentional filing 
of an incomplete response to an examining attorney’s Office 
action. Incomplete responses to examining attorneys’ Office 
actions are provided for by Trademark Rule 2.65(b), 37 C.F.R. 
§2.65(b), which gives the examining attorney discretion to grant 
an applicant additional time to respond if the applicant’s failure 
to file a complete response is inadvertent. If the examining 
attorney holds the application abandoned for failure to file a 
complete response to an Office action, the applicant may file 
a petition to the Commissioner to review the examining attor- 
ney’s action under Trademark Rule 2.146, 37 C.F.R. §2.146. 
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These petitions are decided using a clear error standard of 
review. TMEP §1112.05; In re GTE Education Services, 34 
USPQ2d 1478 (Comm’r Pats. 1994); In re Legendary, Inc., 26 
USPQ2d 1479 (Comm’r Pats. 1992). 


2. Registered Marks 


Trademark Rule 2.66 applies only to abandoned applications. 
The unintentional delay standard does not apply to an uninten- 
tional failure to respond to an Office action relating to an 
affidavit or declaration of continued use or excusable nonuse 
under §8 of the Trademark Act, 15 U.S.C. §1058, or a renewal 
application under §9 of the Act, 15 U.S.C. §1059. In these 
situations, the registrant may file a petition to the Commissioner 
under Trademark Rules 2.146(a)(3) and 2.146(a)(5), 37 C.F.R. 
§§2.146(a)(3) and 2.146(a)(5). 


II. DEADLINES FOR FILING PETITIONS 


Trademark Rule 2.66(a), 37 C.F.R. §2.66(a), requires that a 
petition to revive an abandoned application be filed: (1) within 
two months of the mailing date of the notice of abandonment; 
or (2) within two months of actual knowledge of the abandon- 
ment, if the applicant did not receive the notice of abandonment 
and the applicant was diligent in checking the status of the 
application. 


Trademark Rule 2.146(d), 37 C.F.R. §2.146(d), is amended to 
set a two-month time limit for filing a petition to the Commis- 
sioner on a matter if no deadline is set forth elsewhere in the 
rules for that type of petition. Previously the deadline for filing 
these petitions was sixty days. 


Trademark Rule 2.89(g), 37 C.F.R. §2.89(g), is amended to 
change the deadline for filing a petition from the denial of a 
request for an extension of time to file a statement of use from 
one month to two months from the mailing date of the denial 
of the request. 


These deadlines will be strictly enforced. 
Ill. DUE DILIGENCE 


Trademark Rules 2.66(a)(2) and 2.146(i), 37 C.F.R. 
§§2.66(a)(2) and 2.146(i), require that the applicant/registrant 
monitor the status of its pending file. If the applicant does not 
receive the notice of abandonment or the registrant does not 
receive the notice of cancellation or expiration, the petitioner 
must show that it diligently monitored the status. To be consid- 
ered diligent, a party must inquire within one year of the filing 
or receipt of a paper for which further action by the Office is 
expected. This codifies the longstanding past practice of the 
Office. TMEP §§413 and 1704. Even where a petitioner can 
swear that papers were mailed, or that a notice from the Office 
was never received by the petitioner, the Office will deny the 
petition if the petitioner waited too long before investigating 
the problem. The rationale is that granting the petition would 
be unfair to third parties who may have searched Office records 
and relied to their detriment on information that an application 
was abandoned or that a registration was cancelled. If the 
petitioner did receive the abandonment notice or post registra- 
tion notification, a showing of due diligence is not required. 
Only the question of timeliness will be addressed. 


A party can check the status of an application or registration 
through the Trademark Status Line ((703)-305-8747), or 
through the Trademark Applications and Registrations 
Retrieval (TARR) database on the Office’s World Wide Web 
site at http://www.uspto.gov/go/tarr/. The party should keep 
notes in the party’s own file as to the dates of the status inquiries 
and the substance of the information learned. No further docu- 
mentation is required. Written status inquiries are discouraged. 


IV. REQUESTS FOR RECONSIDERATION 


Effective October 30, 1999, Trademark Rules 2.66(f) and 
2.146(j), 37 C.F.R. §§2.66(f)(3) and 2.146(j), are amended to 
provide for requests for reconsideration of the denial of a peti- 
tion to revive under Trademark Rule 2.66, or a petition to the 
Commissioner under Trademark Rule 2.146, upon payment of 
a second petition fee under Trademark Rule 2.6. A second 
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petition fee will be required for any request for reconsideration 
reviewed on or after October 30, 1999. 


A request for reconsideration must be filed within two months 
of the mailing date of the decision denying the petition. 


If the petitioner presents new facts that warrant equitable relief, 
or there is a new standard of review for the petition, the Office 
may grant the petition upon request for reconsideration. How- 
ever, the Office will generally deny the petition if the request 
for reconsideration merely reiterates or expands on arguments 
previously presented. 


Since contested matters must be brought to a conclusion within 
a reasonable time, the Office will grant a petition upon a second 
request for reconsideration only in those rare situations where 
the petitioner presents significant facts or evidence that was 
not previously available. In re American National Bank and 
Trust Company of Chicago, 33 USPQ2d 1535 (Comm’r Pats. 
1993). 


ROBERT M. ANDERSON 
Acting Assistant Commissioner 
for Trademarks 


October 7, 1999 
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(250) Notice of Policy Change - Change in Time 
Requirement For Diligently Monitoring 


Trademark Applications and Registrations 


The timeliness standard for due diligence in trademark cases 
is extended to twelve months. 

On October 27, 1992, the Assistant Commissioner for Trade- 
marks announced that applicants and registrants had a duty to 
monitor the status of their pending trademark application and 
registration matters every six months. 1143 TMOG 73 (October 
27, 1992); see Trademark Manual of Examining Procedure, § 
413 (2d ed. May 1993). In response to public comment, and 
effective immediately, the Office is extending the timeliness 
standard for due diligence to twelve months. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. In addition, examining attorneys are required to act on 
new cases within 14 days of receipt and amended cases within 
21 days of receipt. Accordingly, applicants and registrants can 
expect to receive notice concerning their filings within predict- 
able time periods. However, delays in processing certain types 
of trademark filings have led the Office to re-evaluate its policy 
regarding due diligence in trademark cases. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within twelve months of the filing or 
receipt of any documents, a party who has not received the 
expected written action or telephone call from the PTO within 
that time frame is considered on notice that the filing may have 
become lost. The party awaiting notification has the burden of 
inquiring as to the cause of the delay. In order to be considered 
diligent in the monitoring of applications or registrations, par- 
ties expecting notification from the PTO should inquire within 
twelve months. Waiting until the end of the twelve-month 
period is not recommended. Parties should inquire as soon 
as they suspect that a problem exists. 

If nothing has been received from the PTO within a twelve- 
month period, the party awaiting notification has the burden 
of inquiring as to the status. Should the status inquiry reveal 
that the relevant document is lost, or some other problem exists, 
a petition to the Commissioner, or other required action, should 
be filed within 60 days. 37 CFR § 2.146(d). Failure to act 
diligently and to follow up with the appropriate action may 
result in denial of the requested relief. 

Whenever possible, status inquiries should be made by 
calling the Trademark Status Line at (703) 305-8747. The Status 
Line provides the current status and status date of all active 
federal trademark applications and registrations, and is avail- 
able from 6:30 a.m. until midnight, Eastern Time, Monday 
through Friday. Status Line information is limited to Status 
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Code items, e.g., whether or not an Office action has been 
mailed. 

Although written status inquiries are discouraged, they may 
be appropriate when a party has difficulty interpreting the Status 
Line information. In lieu of written status inquiries, clarification 
and additional information regarding a file may be obtained 
by contacting the Trademark Assistance Center at (703) 308- 
9000. 

For further information regarding this Notice, please contact 
Nancy Omelko, Administrator for Petitions, Office of the Assis- 
tant Commissioner for Trademarks, at (703) 308-8910, ext. 39. 


PHILIP G. HAMPTON, II 


Assistant Commissioner for Trademarks 


December 9, 1996 


[1193 TMOG 106] 


(251) Responsibility to Diligently Monitor 


Trademark Applications and Registrations 


The purpose of this notice is to remind trademark applicants 
and registrants of their responsibility to monitor the status of 
their application or registration in cases where a notice or action 
from the PTO is expected; and to apprise these parties that the 
Trademark Manual of Examining Procedure, (TMEP), will be 
revised to indicate that inquiries regarding the status of pending 
matters should be made within six months of the filing or 
receipt of any document for which further action by the Office 
is expected. 

The TMEP is under revision in its entirety. As a part of 
that revision, Section 411, entitled “Status Inquiries,” will be 
amended. The current language of § 411 indicates that a party 
awaiting action by the Office should file a status inquiry within 
eighteen months from the filing date of the application, or from 
the filing of a response to an Office action. This eighteen- 
month period was based on Office pendency in 1971, which 
was approximately fourteen months to mailing of the first Office 
action. Currently, the Office is mailing first actions within three 
months. Accordingly, the eighteen month period is no longer 
appropriate and is being reduced to six months to more realisti- 
cally reflect Office pendency. Adoption of a six-month due 
diligence standard may have implications with respect to filing 
petitions and requests for other relief. 

The Office of the Assistant Commissioner for Trademarks 
receives a number of requests to reactivate applications and 
registrations occasioned by the loss of papers mailed to or from 
the PTO. In many of these cases, the applicant or registrant 
may have proof that papers mailed to the PTO were actually 
received, or can aver that notices sent from the PTO were never 
received. However, in some of these cases the request will be 
denied because the party seeking relief has waited too long 
before investigating the problem. The rationale for denial is 
that third parties may have relied to their detriment on the 
information available in the PTO files and databases that an 
application was abandoned or that a registration has been can- 
celled or expired. 

The PTO generally processes applications, responses and 
other papers in the order in which they are received in the 
Office. Accordingly, applicants and registrations can expect to 
receive notice concerning these filings within predictable time 
periods. For example, a party filing an application for registra- 
tion should expect to receive a filing receipt within four to six 
weeks and, in most cases, a “first action” within four to five 
months of the date of filing. Similarly, a registrant should 
expect to receive a notice of acceptance or rejection of a Section 
8 affidavit of use or excusable nonuse within four to five months 
of submission, and a notice of acceptance or rejection of a 
renewal application within two to three months of submission. 
Only in rare cases would any of these time periods be longer 
than six months. 

Since it is reasonable to expect some notice from the PTO 
about a pending matter within six months of the filing or receipt 
of any document, a party who has not received the expected 
written action or telephone call from the PTO within that time 
frame should be put on notice that the filing may have become 
lost. The party awaiting notification has the burden of inquiring 
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as to the cause of the delay. In order to be considered diligent 
in the monitoring of its application or registration, the party 
expecting notification from the PTO should inquire within 
six months. Waiting until the end of the six-month period is 
not recommended. Parties should inquire as soon as they suspect 
that a problem exists. 

Written status inquiries are discouraged. Whenever possible, 
status inquiries should be made by calling the Trademark Status 
Line, at (703) 305-8747 through 8752. The Status Line provides 
the current status and status date of all active federal applica- 
tions and registrations, and is available from 6:30 a.m. until 
midnight, Eastern Time, Monday through Friday. 


Examples of Situations Requiring Diligent Action 


Applicant/registrant files an application, Section 8 affidavit, 
or Section 9 renewal application, accompanied by an acknowl- 
edgment postcard: 

(a) No acknowledgement postcard, filing receipt or other 
acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of mailing of 
the document to PTO. 

(b) Acknowledgement post card received but no filing receipt 
or other acknowledgment is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the acknowledgement postcard. 

(c) A filing receipt for the application is received but no 
Office action, telephone call from the examining attorney, or 
notice of publication is received within a reasonable time. 

Diligent Action: Inquire within six months of receipt of 
the filing receipt. 

(d) A response to an Office action is mailed to the PTO but 
no further Office action, telephone call, notice of publication, 
or other acknowledgment is received within a reasonable time. 
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Diligent Action: Inquire within six months of mailing of 

the response. 

(e) A notice of publication is received for an application 
under Section 1(b), 15 U.S.C. § 1051(b) but no Notice of 
Allowance or notification of potential opposition is received 
within a reasonable time. 

Diligent Action: Inquire within a six months of receipt 
of the notice of publication. 

In the event that the party discovers that its application or 
registration is no longer active, or that a required paper has 
not been received by the PTO, the applicant or registrant should 
promptly file a petition to the Commissioner or take other 
appropriate action to rectify the situation. The time limits for 
filing petitions are strictly applied. A certificate of mailing in 
accordance with Trademark Rules 1.8 or 1.10, 37 C.F.R. §§ 
1.8 or 1.10, is recommended. 

To summarize, applicants and registrants have a duty to 
monitor the status of their applications and registrations. If 
nothing has been heard from the PTO within a six month period, 
the party awaiting notification has the burden of inquiring as 
to the status. Status inquiries should be made via the Trademark 
Status Line. Should the status inquiry reveal that the relevant 
document is lost, or some other problem exists, a petition to 
the Commissioner or other required action should be filed 
within 60 days. Trademark Rule 2.146(d), 37 C.F.R. § 2.146(d). 
Failure to act diligently and follow up with the appropriate 
action may result in denial of the requested relief. 


JEFFREY M. SAMUELS 
Assistant Commissioner 
for Trademarks 


Oct. 2, 1992 
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(252) Section 44 Trademark Applications May Be Based On 
Applications And Registrations In World Trade Organization Countries 

The World Trade Organization (WTO), established on January 1, 1995, resulted from the Uruguay Round trade negotiations 
and is the successor to the General Agreement on Tariffs and Trade (GATT). The WTO Agreement entered into force in the 
United States on January 1, 1996. Article 4 of the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights 
(TRIPs), provides that any advantage, favor, privilege or immunity that a WTO member gives to the nationals of another WTO 
member must normally be extended to the nationals of all other members. Section 44(b) of the Trademark Act, 15 U.S.C. 
1126(b), provides that any person whose country of origin is a party to any convention or treaty to which the United States is 
a member is entitled to the benefits of Section 44. Accordingly, foreign applicants may file a U.S. application based on either 
(a) a valid registration from any of the WTO members listed below, or (b) a claim of priority arising from an application from 
any of the WTO members listed below. A claim of priority may be made only if the United States application is filed within 
6 months of the date of the first filing of the foreign application. Benefits accorded to nationals under this agreement by the 
United States date from January 1, 1996. 


WTO members who are also members of the Paris Convention for the Protection of Industrial Property have been able to 
base their U.S. application on their home country application or registration since the date of the country’s accession to the 
Paris Convention. Therefore, for convenience, the following chart lists only WTO members who are not presently members of 


the Paris Convention. 


Renewal Period 
(in years) 


Term of Registration 
(in years) 


Effective Date of 


Country Membership in WTO 


Nov. 23, 1996 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
May 31, 1995 
Jan. 1, 1995 
May 31, 1995 
Dominica Jan. 1, 1995 
European Community Jan. 1, 1995 
Fiji Jan. 14, 1996 
Grenada* Feb. 22, 1996 
Guatemala July 21, 1995 
Hong Kong Jan. 1, 1995 
India Jan. 1, 1995 
Jamaica Mar. 9, 1995 
Kuwait Jan. 1, 1995 
Macau Jan. 1, 1995 


10 (from date of application) 10 
14 (from date of application) 14 
10 (from date of application) 10 


Angola 

Antigua and Barbuda 
Bahrain 

Belize* 

Botswana** 

Brunei Darussalam 
Djibouti 


7 (from date of application) 14 
10 (from date of application) 10 
14 (from date of application) 14 
10 (from date of application) 10 
14 (from date of application) 14 


10 (from date of registration) 10 
7 (from date of application) 14 
7 (from date of application) 7 
7 (from date of application) 14 
10 (from date of registration) 10 
7 (from date of application) 7 
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Effective Date of 
Country Membership in WTO 
Aug. 26, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
Jan. 1, 1995 
June 9, 1996 
Jan. 13, 1996 
July 23, 1995 
July 30, 1995 
July 26, 1996 
Jan. 1, 1995 


Mozambique 
Myanmar*** 
Namibia 

Pakistan 

Papua New Guinea 
Qatar 

Sierra Leone 
Slovenia 

Solomon Islands* 
Thailand 
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Renewal Period 
(in years) 


Term of Registration 
(in years) 


10 (from date of registration) 10 


10 (from date of registration) 10 
7 (from date of application) 15 
10 (from date of application) 10 
10 (from date of application) 10 
14 (from date of application) 14 
10 (from date of application) 10 


10 (from date of registration) 10 


*Term and Renewal Dependent on United Kingdom Registration 
**Term and Renewal Dependent on United Kingdom or South African Registration 


***Unlimited Term from Date of First Use 


March 17, 1997 


PHILLIP G. HAMPTON, II 
Assistant Commissioner for Trademarks 
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(253) Notice Regarding Patent and Trademark 


Rights in the Russian Federation 


Representatives of the Russian Federation met with represen- 
tatives of the U.S. Government on Monday, February 24, 1992, 
at the U.S. Patent and Trademark Office. The Russian delega- 
tion sought information about the operation of the U.S. patent 
and trademark systems and provided information about the 
treatment of inventions, industrial designs, utility models, trade- 
marks, service marks, and appellations of origin in the Russian 
Federation. 

Following is the text of a statement from the Chairman of 
the Committee for Patents and Trademarks (ROSPATENT), 
outlining the status of industrial property protection in the 
Russian Federation and the plans for the future. 


INFORMATION 
by the Committee for Patents and Trademarks 


Due to the fact that the draft laws on patents and on trade- 
marks were approved in the first hearing by the Supreme Soviet 
of the Russian Federation and taking into account numerous 
questions of domestic inventors, foreign patent offices and 
patent attorneys, the Committee for Patents and Trademarks 
(Rospatent) of the Ministry of Science, Higher School and 
Technical Policy of the Russian Federation hereby informs that: 


1. Until the Patent Law and Trademark Law become effec- 
tive, the provisions of the USSR Laws on Inventions, Industrial 
Designs and Trademarks, that are adopted as the normative 
base by the States party to the Provisional Agreement on the 
Industrial Property Protection, as signed in Minsk on Dec. 27, 
1991, are applied in the territory of the Russian Federation. 


According to the Provisional Agreement, the Russian Federa- 
tion, as well as the other States party to it, recognizes the 
validity of titles of protection issued earlier pursuant to the 
USSR Laws in the territory of the Russian Federation. 


Rospatent has submitted to the Government of the Russian 
Federation its proposals on issuing a normative act which is 
to certify the adoption by the Russian Federation of the said 
obligations arising out of the Provisional Agreement. 


2. The applicants, who have filed applications for inventions, 
industrial designs and trademarks with the former USSR Gos- 
patent, may, without losing the priority dates, wait until the 
Provisional Agreement on the Industrial Property Protection 
becomes effective, the Interstate Patent Office is established 
and its working procedures for issuing interstate titles of protec- 
tion are elaborated. 


3. In accordance with the abovesaid proposals by Rospatent, 
as submitted to the Government of the Russian Federation, any 
applicant wishing to obtain a patent (a trademark certificate) 
of the Russian Federation will be given the right to seek, on 
the basis of an application filed, for provisional protection in 
the territory of the Russian Federation. 


Such provisional protection will be granted to inventions, 
industrial designs and trademarks claimed in the applications 
in respect of which the examiners have taken decisions on the 
possibility of issuing patents (certificates), and will last from 
the date when the data on an application are published in a 
special gazette to the date of issuance of a patent (certificate) 
of the Russian Federation. 


The provisional protection in the territory of the Russian 
Federation will not impose legal barriers to obtaining, by the 
applicant, an interstate patent (certificate) after the Provisional 
Agreement on the Industrial Property Protection becomes effec- 
tive. The priority date will still be considered as the date of 
filing the application either with the former USSR Gospatent 
or with Rospatent, with due regard to the conventional priority. 


4. According to the Provisional Agreement on the Industrial 
Property Protection signed on Dec. 27, 1991, an inventor’s 
certificate issued in the former USSR may not be exchanged 
for patents of the individual States party to the Provisional 
Agreement. The question of exchanging inventor’s certificates 
for interstate patents will be finally resolved in the course of 
developing and concluding an Interstate Convention. 

In this connection, Rospatent does not exchange inventors’ 
certificates for patents if a petition to this extent was filed after 
Dec. 27, 1991. 


V. Rassokhin 
Chairman of Rospatent 


Copies of unofficial translations of the draft laws referred 
to in the statement are available from Box 4, U.S. Patent and 
Trademark Office, Washington, DC 20231. the charge is $4.00 
to cover the cost of duplication. Checks should be made payable 
to the Commissioner of Patents and Trademarks. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


March 2, 1992 
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(254) Regarding Industrial Property Protection 


in Ukraine 


The following announcement of Ukraine was furnished by 
the World Intellectual Property Organization of Geneva, Swit- 
zerland. 


ANNOUNCEMENT ON THE PROVISIONAL 

REGULATION CONCERNING THE LEGAL 

PROTECTION OF INDUSTRIAL PROPERTY 
IN UKRAINE 
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The President of Ukraine, by his Decree of Sept. 18, 1992, 
approved the Provisional Regulation on Legal Protection of 
Objects of Industrial Property and Rationalization Proposals in 
Ukraine (“Regulation”). The Regulation entered into force on 
Sept. 18, 1992. 

The situation of industrial property protection in Ukraine, 
as resulting in particular from the transitional provisions of the 
Regulation, is summarized below. 


I. The Transitional Provisions Concerning Priority and, in 
Respect of Applications for Patents of Inventions, the Car- 
rying Out of Examination 


(1) Any priority claimed within six months from the entry 
into force of the Regulation, i.e. until] Mar. 18, 1993, on the 
basis of the first filing in a State party to the Paris Convention 
for the Protection of Industrial Property, will be recognized 
even if it is claimed after twelve months from the first filing 
in the case of patents for inventions, or six months from the 
first filing in the case of industrial designs or trademarks, 
provided that it is claimed not later than twenty-seven months 
from the first filing in the case of patents for inventions, or 
not later than twenty-one months from the first filing in the 
case of industrial designs and trademarks. 

(2) The applicant or any other person may submit to the 
State Patent Office of Ukraine within five years from the filing 
date a request for the substantive examination of an application 
for a patent for invention. The request must be accompanied 
by a search report established by an International Searching 
Authority under the Patent Cooperation Treaty (PCT) or an 
organization registered with the State Patent Office of Ukraine 
as a Searching Authority, or by evidence that an action to 
grant a patent has been taken by a Patent Office which has a 
substantive examination system for granting patents. 


II. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union 


(3) An applicant of an application for a patent for inven- 
tion, for an inventor’s certificate, for an industrial design patent 
or certificate or for a trademark certificate filed with the Patent 
Office of the Soviet Union may request the State Patent Office 
of Ukraine within six months from the date of entry into force 
of the Regulation, i.e., until Mar. 18, 1993, that the said applica- 
tion be further processed according to the Regulation. The 
request must be accompanied by a copy of said application, 
including a copy of the request showing the filing date as sent 
back by the Patent office of the Soviet Union to the applicant, 
and by any available evidence showing that the said application 
still had effect on Dec. 24, 1991. The filing date and any priority 
date of the said application will be maintained. 


Ill. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(4) Patents for inventions, industrial design patents and 
trademark certificates granted by the Patent Office of the Soviet 
Union prior to Dec. 25, 1991, will, after their registration by 
the State Patent Office of Ukraine at the request of the owner and 
upon furnishing of a document for payment of the prescribed fee 
(see paragraph (11), below), be considered as having the same 
effects for the remaining period of their validity as a patent 
for invention, industrial design patent or trademark certificate 
granted in accordance with the Regulation by the State Patent 
Office of Ukraine. The duration of the said validity is 20 years 
from the filing date of the application in the case of a patent 
for invention, 15 years from the filing date of the application 
in the case of an industrial design patent and, in the case of 
a trademark certificate, 10 years from the filing date of the 
application (if the period of validity of the certificate had not 
yet been extended by Dec. 24, 1991) or from the date of the 
request for extension of the period of validity (if the period of 
validity of the certificate had already been extended by Dec. 
24, 1991). The request must be filed within six months from 
the date of entry into force of the Regulation, i.e., until Mar. 
18, 1993, and must be accompanied by a copy of the patent 
or certificate granted by the Patent Office of the Soviet Union. 

(5) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
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in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired before 
the entry into force of the Regulation, i.e., prior to Sept. 18, 
1992, the State Patent Office of Ukraine will grant, at the 
request of the inventor (inventors) and with the consent of the 
applicant, a Ukrainian patent to the inventor himself, or to any 
other physical or legal person, with their consent, indicated in 
the request, or to the Ukrainian Inventions Foundation. In the 
case of inventions, if the said request is not made within the 
period of one year after the entry into force of the Regulation, 
i.e., until Sept. 18, 1993, inventors’ certificates granted by 
the Patent Office of the Soviet Union shall be exchanged for 
Ukrainian patents granted to the Ukrainian Inventions Founda- 
tion. Any Ukrainian patent to which this paragraph applies will 
be valid until the expiration of 20 years from the filing date 
of the application in the case of inventions, and 10 years from 
the filing date of the application, with an opportunity of subse- 
quent extension, upon request of the owner, but not longer than 
for another 5-year period in the case of industrial designs. 


IV. Effects in Ukraine of International Applications under 
the Patent Cooperation Treaty (PCT) 


(6)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Ukraine. Nationals and residents 
of Ukraine can therefore file international applications, and 
Ukraine can be designated and elected in international applica- 
tions filed, from that date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
in the Regulations under the PCT, concerning the extension of 
international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Ukraine, one has to distin- 
guish between 

(i) international applications designating the Soviet 
Union whichwere filed prior to Dec. 25, 1991 (see 
(d), below); 

(ii) international applications—irrespective of the 
designations, they contain—which were filed 
between Dec. 25, 1991, and Nov. 23, 1992 (see (e) 
to (g), below); 

(iii) international applications designating Ukraine 
filed on or after Sept. 21, 1992 (see (h), below). 

(d) As regards any international application whose inter- 
national filing date is prior to Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Ukraine of its declaration of continua- 
tion, be recognized in Ukraine (provided that the international- 
application has not lost its effect in the Soviet Union by Dec. 
24, 1991). The conditions under which any such international 
application, or any patent or inventor’s certificate resulting 
therefrom and granted by the Patent Office of the Soviet Union, 
may continue to have effect in Ukraine are the following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet 
Union on the basis of the international application, 
the conditions described in paragraphs (4) and (5), 
above, are applicable; 
(ii) if the applicant has entered the national phase 
before the Patent Office of the Soviet Union but a 
patent for invention or an inventor’s certificate had 
not been granted by the Patent Office of the Soviet 
Union without the application having been rejected 
by that Office, the applicant must, until Mar. 18, 
1993, 
—furnish to the State Patent Office of Ukraine a 
copy of the Russian translation submitted to the 
Patent Office of the Soviet Union and any available 
evidence showing that the application still had effect 
on Dec. 24, 1991, 
—file the request referred to in paragraph (3), above, 
with the State Patent Office of Ukraine, and 
—furnish to the State Patent Office of Ukraine a 
document for payment of the prescribed fee (see 
paragraph 11, below); 
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(iii) if the applicant has not entered the national phase 
before before the Patent Office of the Soviet Union 
and the time limit for entering the national phase 
before that Office had not expired on Dec. 24, 1991, 
the applicant must, until Mar. 18, 1993, furnish to 
the State Patent Office of Ukraine a translation of 
the international application into Ukrainian or Rus- 
sian and a document for payment of the prescribed 
fee (see paragraph 11, below). 

(e) As regards any international application whose filing 
date is later than Dec. 24, 1991, and earlier than Nov. 24, 
1992', its effects may be extended to Ukraine (irrespective of 
the designations it contains) through the performance by the 
applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request 
for extension; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss 
francs. 

(f) The applicant in respect of each and every interna- 
tional application referred to in (e), above, or his agent or 
common representative if there is one, will receive a written 
notification from the International Bureau of WIPO calling his 
attention to the fact that he can, by filing a written requests 
for extension, extend the effects of the international application 
to Ukraine. The notification will, in particular, specify the 
modes of payment of the extension fee of 185 Swiss francs. 
the request for extension must contain the identification of 
the international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to Ukraine will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 
from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made without waiting for the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Ukraine will be considered as having been designated 
in the international application on its international filing date. 
For entering the national phase before the State Patent Office 
of Ukraine, the applicant must furnish to that Office a translation 
of the international application into Ukranian or Russian and 
a document for payment of the prescribed fee (see paragraph 
11, below) until Dec. 31, 1993, or within the following time 
limit if that time limit expires after Dec. 31, 1993: 

(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date; 
(ii) before the expiration of 31 months from the pri- 
ority date if Ukraine is elected under Chapter II of 
the PCT within 19 months from the priority date. 

(h) As regards any international application whose inter- 
national filing date is later than Sept. 20, 1992, and in which 
Ukraine has been designated, the applicant, in order to enter 
the national phase before the State Patent Office of Ukraine, 
must furnish to that Office a translation of the international 
application into Ukrainian or Russian and a document for pay- 
ment of the prescribed fee (see paragraph 11, below) to that 
Office within the following time limit: 

(i) before the expiration of 21 months from the pri- 
ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date; 
(ii) before the expiration of 31 months from the pri- 


‘With the exception of any such international application whose international filing 
date is later than Sept. 21, 1992, and in which Ukraine has been designated under 
Rule 4.9(a) of the Regulations under the PCT: in such a case, the procedure described 
in (e) to (g) is not applicable, and the procedure described in (h) is applicable. It 
should be noted that only those international applications filed on or after Sept. 21, 
1992, can specifically designate Ukraine. 
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ority date if Ukraine is not elected under Chapter II 
of the PCT within 19 months from the priority date. 


V. Effects in Ukraine of International Registrations under the 
Madrid Agreement Concerning the International Registration of 
Marks 


(7)(a) On Sept. 21, 1992, Ukraine deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied 
by Ukraine. 

(b) On Sept. 29, 1992, the Assembly of Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in the 
Regulations under the Madrid agreement, concerning the effect 
of international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Ukraine subject to the condi- 
tions described below. Those international registrations are 
those which have territorial extension to the Soviet Union effec- 
tive from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the 
World Intellectual Property Organization (WIPO) of 
a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount which is 62 Swiss francs per 
international registration. 

(e) The owner of each and every international registra- 
tion concerned, or his representative (if the owner has a repre- 
sentative whose name appears in the International Register), 
will receive a written notice from the International Bureau of 
WIPO calling his attention to the fact that he can, by filing a 
written request, continue the effect of the international registra- 
tion to Ukraine. The notice will, in particular, specify the modes 
of payment of the fee. The request must contain the identifica- 
tion of the international registration concerned by its interna- 
tional registration number. A form (in French) will be attached 
to the notice and may be used. The request must be in English 
or French, and may be sent by telefax or must reach the Interna- 
tional Bureau of WIPO before the expiration of six months 
from the date of the notice sent by the International bureau of 
WIPO; if either the request or the fee is received later, the 
request will be refused. Requests and payments may be made 
without waiting for the notice of the International Bureau of 
WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to 
Ukraine, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard to such extension. 

(g) For each international registration which has no 
territorial extension to the Soviet Union or whose international 
registration date is later than Dec. 24, 1991, protection in 
Ukraine can only be obtained by filing, through the intermediary 
of the national Office of the country of the owner, a request 
for territorial extension under Rule 20 of the Regulations under 
the Madrid Agreement. it is to be noted that requests for territo- 
rial extension to Ukraine are possible at present. 


VI. Prior User Right 


(8) Enterprises, organizations and institutions which have 
already started to use inventions or industrial designs for which 
protection can be obtained according to paragraph (5), above, 
prior to the entry into force of the Regulation, i.e., prior to 
Sept. 18, 1992, will have the right to a continued use of such 
inventions and industrial designs, but without increasing the 
volume of their utilization. 


VII. New Applications 


(9) From the date of entry into force of the Regulation, 
i.e. from Sept. 18, 1992, onward, applications for patents for 
inventions, for industrial design patents and for trademark cer- 
tificates can be filed with the State Patent Office of Ukraine. The 
request as a part of the application must be filed in Ukrainian and 
be accompanied on the filing date by the prescribed fees. Other 
parts of the application may be presented in Ukrainian or Rus- 
sian. they may also be presented in English, French or German, 
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provided that a translation into Ukrainian is presented upon 
request of the state Patent Office of Ukraine 


VIII. Procedural Provisions 


(10) If an applicant does not have his ordinary residence or 
principal place of business in Ukraine, he must authorize a 
representative in Ukraine, and all applications and requests 
referred to in the present announcement must be filed through 
the intermediary of such a representative. The list of the persons 
who can act as representatives is available at the State Patent 
Office of Ukraine. 

(11) The amounts of the fees which are referred to as “pre- 
scribed fees” in the present announcement as well as the kind 
of document which constitutes a “document for payment of the 
prescribed fee” will be published in a separate announcement. 


IX. Address of the Patent Office 


State Patent Office of Ukraine 
4, Karl Leibknecht Street 
252008 Kiev 

Ukraine 

Tel.: (7044) 293-2188 

Fax.: (7044) 268-2588 


Dec. 11, 1992 DOUGLAS B. COMER 
Acting Assistant Secretary and 
Acting Commissioner of 
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(255) Regarding Industrial Property Protection in 
the Czech Republic and the Slovak Republic 


The following announcements concerning industrial property 
protection in the Czech Republic and the Slovak Republic 
were furnished by the World Intellectual Property Organization 
(WIPO). 


Announcement on the Protection of Industrial Property in the 
Czech Republic 


In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. 1, 1993, the situa- 
tion of industrial property protection in the Czech Republic is 
summarized below. 


I. Legal Basis 


(1) The respective legal acts on the protection of industrial 
property of Czechoslovakia remain applicable in the Czech 
Republic. 


II. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office, 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Industrial Property Office of the Slovak 
Republic. 


Ill. International Treaties 


(3) The Czech Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those treaties 
administered by WIPO to which Czechoslovakia was party 
continue to be applicable as far as the Czech Republic is con- 
cerned. Those treaties are: the Convention Establishing the 
World Intellectual Property Organization, the Paris Convention 
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for the Protection of Industrial Property, the Madrid Agreement 
for the Repression of False or Deceptive Indications of Source 
on Goods, the Madrid Agreement Concerning the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Lisbon Agreement for 
the Protection of Appellations of Origin and their International 
Registration, the Locarno Agreement Establishing an Interna- 
tional Classification for Industrial Designs, the Patent Coopera- 
tion Treaty (PCT), the Strasbourg Agreement Concerning the 
International Patent Classification, the Budapest Treaty on the 
International Recognition of the Deposit of Microorganisms 
for the Purposes of Patent Procedure, the Berne Convention 
for the Protection of Literary and Artistic Works, and the Treaty 
on the International Registration of Audiovisual Works. 


IV. Effects in the Czech Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, nationals and residents 
of the Czech Republic can file international applications, and 
the Czech Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Czech 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Czech Republic, one has 
to distinguish between 

(i) international applications specifically' designating 
Czechoslovakia which were filed prior to Jan. 1, 1993(see(d), 
below); 

(ii) international applications not specifically! desig- 
nating the Czech Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993, and Feb. 21, 
1993 (see (e) to (g) below); 

(iii) international applications specifically' designating 
the Czech Republic filed on or after Jan. 1, 1993 (see (h) 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Czech Republic of its declaration 
of continuation, be recognized in the Czech Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Czech 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
applications, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1), furnish 
to the Industrial Property Office of the Czech Republic a transla- 
tion of the international application into the Czech language 
and pay the prescribed fee. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 


In this announcement, an international application is regarded as “specifically” 
designating a State either if that State has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of that State has been confirmed 
under Rule 4.9(c) of those Regulations. 
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Feb. 22, 1993,’ and in which the Czech Republic is not specifi- 
cally designated, its effects may be extended to the Czech 
Republic (irrespective of the other designations it contains) 
through the performance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Czech 
Republic. The notification will, in particular, specify the modes 
of payment of the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Czech Republic will be attached 
to the notification. The request for extension must be in English 
or French, and may be sent by telefax or telex. The request 
for extension and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of three 
months from the date of the notification sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. It is recommended that appli- 
cants await the notification from the International Bureau of 
WIPO and use the form attached to it, but requests and payments 
may be made without waiting for the notification from the 
International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Czech Republic will be considered as having been 
designated in the international application on its international 
filing date. For entering the national phase before the Industrial 
Property Office of the Czech Republic, the applicant must 
furnish to that Office a translation of the international applica- 
tion into the Czech language and pay the prescribed fee within 
three months from the date of the request for extension or, if 
it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Czech Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Czech Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Czech Republic, must furnish to that Office a 
translation of the international application into the Czech lan- 
guage and pay the prescribed fee to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Czech Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Czech Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Czech Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks. 


(5)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 
effective from a date prior to Jan. 1, 1993, may have effect in 
the Czech Republic subject to the following conditions: 


*With the exception of any international application whose international filing date 
is later than Dec. 31, 1992, and in which the Czech Republic is specifically desig- 
nated: in such a case, the procedure described in (e) to (g) is not applicable, and 
the procedure described in (h) is applicable. 
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(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Czech Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
international registration concerned by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Czech Republic, have effect as from the effective date of territo- 
rial extension to Czechoslovakia and benefit from any priority 
validly claimed in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Czech 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Czech Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 


(6) Applications for industrial property rights filed from 
Jan. 1, 1993, with the Industrial Property Office of the Czech 
Republic have no effect in the Slovak Republic. However, 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
Republic will, during a transitory period of a few months, invite 
the applicant to specify, within a time limit which will be fixed 
in the invitation, whether he wants to obtain protection in the 
Czech Republic only or both in the Czech Republic and in the 
Slovak Republic. In the latter case, the Industrial Property 
Office of the Czech Republic will transmit a copy of the applica- 
tion to the Industrial Property Office of the Slovak Republic 
and the filing date of the application with the Industrial Property 
Office of the Czech Republic will be recognized by the Indus- 
trial Property Office of the Slovak Republic. 

(7) Applications requesting protection in the Czech Republic 
must be filed in the Czech language. 


VII. General Provisions 


(8) The fees to be paid to the Industrial Property Office of 
the Czech Republic are of the same amount as the fees which 
were payable to the Office of Czechoslovakia before Jan. 1, 
1993. 

(9) If an applicant does not have his ordinary residence or 
principle place of business in the Czech Republic, he must 
authorize a representative in the Czech Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Czech Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Czech 
Republic. 


VIII. Address of the Industrial Property Office of the Czech 
Republic 


Industrial Property Office of the Czech Republic 
Revolucniulice 7 
11346 Prague 1 
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Czech Republic 

Tel.: (2) 28 96 (operator service) 
Fax.: (2) 231 92 30 

Teleprinter: 123 109 FUV 


Announcement on the Protection of Industrial 
Property in the Slovak Republic 


In view of the fact that Czechoslovakia ceased to exist on 
Dec. 31, 1992, and that the Czech Republic and the Slovak 
Republic became independent States on Jan. 1, 1993, the situa- 
tion of industrial property protection in the Slovak Republic 
is summarized below. 


I. Legal Basis 


(1) Pending the enactment of new legislation, the respective 
legal acts on the protection of industrial property of Czechoslo- 
vakia remain applicable in the Slovak Republic. 


II. Applications for Industrial Property Rights Filed with the 
Federal Office for Inventions of Czechoslovakia and Industrial 
Property Rights Granted by that Office 


(2) Applications for industrial property rights filed with the 
Federal Office for Inventions of Czechoslovakia and industrial 
property rights granted by that Office maintain their legal effect 
in both the Czech Republic and the Slovak Republic, it being 
understood that the next fees which are to be paid must be 
paid, for protection in both the Czech Republic and the Slovak 
Republic, to both the Industrial Property Office of the Czech 
Republic and the Slovak Republic. 


Ill. International Treaties 


(3) The Slovak Republic has deposited, with effect on Jan. 
1, 1993, a declaration the effect of which is that all those 
treaties administered by WIPO to which Czechoslovakia was 
party continue to be applicable as far as the Slovak Republic 
is concerned. Those treaties are: the Convention Establishing 
the World Intellectual Property Organization, the Paris Conven- 
tion for the Protection of Industrial Property, the Madrid Agree- 
ment for the Repression of False or Deceptive Indications of 
Source on Goods, the Madrid Agreement Concerning the Inter- 
national Registrations of Marks, the Nice Agreement Con- 
cerning the International Classification of Goods and Services 
for the Purposes of the Registration of Marks, the Lisbon Agree- 
ment for the Protection of Appellations of Origin and their 
International Registration, the Locarno Agreement Establishing 
an International Classification for Industrial Designs, the Patent 
Cooperation Treaty (PCT), the Strasbourg Agreement Con- 
cerning the International Patent Classification, the Budapest 
Treaty on the International Recognition of the Deposit of Micro- 
organisms for the Purposes of Patent Procedure, the Berne 
Convention for the Protection of Literary and Artistic Works, 
and the Treaty on the International Registration of Audiovisual 
Works. 


IV. Effects in the Slovak Republic of International Applications 
under the Patent Cooperation Treaty (PCT) 


(4)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, national and residents 
of the Slovak Republic can file international applications, and 
the Slovak Republic can be designated and elected in interna- 
tional applications filed, on or after Jan. 1, 1993. 

(b) Rules 32.1 and 32.2 of the Regulations under the PCT 
permit the extension of international applications to the Slovak 
Republic. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to the Slovak Republic, one 
has to distinguish between 

(i) international applications specifically' designating 
Czechoslovakia which were filed prior to Jan. 1, 1993 (see (d), 
below); 

(ii) international applications not specifically'desig- 
nating the Slovak Republic—irrespective of the other designa- 
tions they contain—filed between Jan. 1, 1993 and Mar. 6, 
1993 (see (e) to (g), below); 
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(iii) international applications specifically' designating 
the Slovak Republic filed on or after Jan. 1, 1993 (see (h), 
below). 

(d) As regards any international application whose interna- 
tional filing date is prior to Jan. 1, 1993, and in which Czecho- 
slovakia is specifically designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by the Slovak Republic of its declaration 
of continuation, be recognized in the Slovak Republic (provided 
that the international application had not lost its effect in 
Czechoslovakia by Dec. 31, 1992). The conditions under which 
any such international application, or any patent resulting there- 
from and granted by the Federal Office for Inventions of 
Czechoslovakia, may continue to have effect in the Slovak 
Republic are the following: 

(i) if a patent has been granted by the Federal Office for 
Inventions of Czechoslovakia on the basis of the international 
application, paragraph (2), above, is applicable; 

(ii) if the applicant has entered the national phase before 
the Federal Office for Inventions of Czechoslovakia but a patent 
for invention has not been granted by the Office without the 
application having been rejected by it, paragraph (2), above, 
is applicable; 

(iii) if the applicant has not entered the national phase 
before the Federal Office for Inventions of Czechoslovakia and 
the time limit for entering the national phase had not expired 
on Dec. 31, 1992, the applicant must, before the expiration of 
the applicable time limit under PCT Article 22 or 39(1),furnish 
to the Industrial Property Office of the Slovak Republic a 
translation of the international application into the Slovak lan- 
guage and pay the proscribed fee. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and earlier than 
Mar. 7, 1993, and in which the Slovak Republic is not specifi- 
cally designated, its effects may be extended to the Slovak 
Republic (irrespective of the other designations it contains) 
through the performance of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 

(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common 
representative if there is one, will receive a written notification 
from the International Bureau of WIPO calling his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to the Slovak 
Republic. The notification will, in particular, specify the modes 
of payment for the extension fee of 185 Swiss francs. The 
request for extension must contain the identification of the 
international application by its international application 
number. A form which may be used for the purpose of 
requesting the extension to the Slovak Republic will be attached 
to the notification. The request for the extension must be in 
English or French, and may be sent by telefax or telex. The 
request for extension and the corresponding payment must 
reach the International Bureau of WIPO before the expiration 
of three months from the date of the notification sent by the 
International Bureau of WIPO;if either the request or the fee 
is received later, the request will be refused. It is recommended 
that applicants await the notification from the International 
Bureau of WIPO and use the form attached to it, but requests 
and payments may be made without waiting for the notification 
from the International Bureau of WIPO. 

(g) If the condition described in (e) and (f), above, are 
fulfilled, the Slovak Republic will be considered as having 
been designated in the international application on its interna- 
tional filing date. For entering the national phase before the 
Industrial Property Office of the Slovak Republic, the applicant 
must furnish to that Office a translation of the international 
application into the Slovak language and pay the proscribed 
fee within three months from the date of the request for the 
extension or, if it expires later, within the following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 
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(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 

(h) As regards any international application whose interna- 
tional filing date is later than Dec. 31, 1992, and in which the 
Slovak Republic is specifically designated, the applicant, in 
order to enter the national phase before the Industrial Property 
Office of the Slovak Republic, must furnish to that Office 
a translation of the international application into the Slovak 
language and pay the prescribed fee to that Office within the 
following time limit: 

(i) before the expiration of 21 months from the priority 
date if the Slovak Republic is not elected under Chapter II of 
the PCT within 19 months from the priority date; 

(ii) before the expiration of 30 months from the priority 
date if the Slovak Republic is elected under Chapter II of the 
PCT within 19 months from the priority date. 


V. Effects in the Slovak Republic of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(5)(a) Pursuant to the deposit of the declaration of continua- 
tion referred to in paragraph (3), above, and pursuant to Rule 
38 of the Regulations under the Madrid Agreement, any interna- 
tional registration with a territorial extension to Czechoslovakia 
effective from a date prior to Jan. 1, 1993, mayhave effect in 
the Slovak Republic subject to the following conditions: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(b) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain a continuation of the effect of the international 
registration in the Slovak Republic. The notice will contain a 
request form (in French) and specify the modes of payment of 
the fee. The request must contain the identification of the 
international registration concerned by its international registra- 
tion number. The request must be made in English or French, 
and may be sent by telefax or telex. The request and the corres- 
ponding payment must reach the International Bureau of WIPO 
before the expiration of six months from the date of the notice 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. Requests 
and payments may be made without waiting for the notice of 
the International Bureau of WIPO. 

(c) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to the 
Slovak Republic, have effect as from the effective date of the 
territorial extension to Czechoslovakia and benefit from any 
priority validly claimed in regard to such extension. 

(d) For each international registration which has no territo- 
rial extension to Czechoslovakia or whose international regis- 
tration date is later than Dec. 31, 1992, protection in the Slovak 
Republic can only be obtained by filing, through the interme- 
diary of the national Office of the country of the owner, a 
request for territorial extension under Rule 20 of the Regulations 
under the Madrid Agreement. It is to be noted that requests 
for territorial extension to the Slovak Republic are possible at 
present. 


VI. New Applications for Industrial Property Rights 


(6) From Jan. 1, 1993, it is possible to file applications for 
industrial property rights with the Industrial Property Office 
of the Slovak Republic. Applications filed with the Industrial 
Property Office of the Czech Republic have no effect in the 
Slovak Republic. However, the following procedure will apply, 
during a transitory period of a few months, to applications filed 
with the Industrial Property Office of the Czech Republic: 
unless it is clear that the applicant does not seek protection in 
the Slovak Republic, the Industrial Property Office of the Czech 
office will invite the applicant to specify, within a time limit 
which will be fixed in the invitation, whether he wants to obtain 
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protection in the Czech Republic only or both in the Czech 
Republic and the Slovak Republic. In the latter case, the Indus- 
trial Property Office of the Czech Republic will transmit a 
copy of the application to the Industrial Property Office of the 
Slovak Republic and the filing date of the application with 
the Industrial Property Office of the Czech Republic will be 
recognized by the Industrial Property Office of the Slovak 
Republic. 

(7) Applications requesting protection in the Slovak Republic 
must be filed in the Slovak language. 


VII General Provisions 


(8) The fees to be paid to the Industrial Property Office of the 
Slovak Republic are of the same amount as the fees whichwere 
payable to the Office of Czechoslovakia before Jan. 1, 1993. 

(9) If an applicant does not have his ordinary residence or 
principal place of business in the Slovak Republic, he must 
authorize a representative in the Slovak Republic, and all appli- 
cations to be filed with the Industrial Property Office of the 
Slovak Republic must be filed through the intermediary of such 
a representative. The list of persons who can act as representa- 
tives is available at the Industrial Property Office of the Slovak 
Republic. 


VIII. Address of the Industrial Property Office of the Slovak 
Republic 


Industrial Property Office of the Slovak Republic 
Nam. Slobody 29 

81312 Bratislava 

Slovakia 

Tel: (7) 33 00 57 

Fax.: (7) 31 44 61 


DOUGLAS B. COMER 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


Jan. 28, 1993 
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(256) Regarding Industrial Property 


Protection in Kazakhstan 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN KAZAKHSTAN 


The situation of industrial property protection in Kazakhstan 
is summarized below. 


I. Legislation 


(1) On Aug. 5, 1992, the Patent Law of Kazakhstan entered 
into force. This Law deals with preliminary patents and patents 
for inventions, preliminary patents and patents for industrial 
designs and patents for utility models. 

(2) The Law on Trade Marks, Service Marks and Appella- 
tions of Origin of Kazakhstan was adopted on Jan. 18, 1993. 
This said Law entered into force on Feb. 23, 1993. 

(3) The National Patent Office of Kazakhstan was established 
on June 23, 1992. It is under the supervision of the Cabinet 
of Ministers. 


II. Membership in Treaties 


(4) The Government of Kazakhstan deposited on Feb. 16, 
1993, a declaration to the effect that the Convention Estab- 
lishing the World Intellectual Property Organization, the Paris 
Convention for the Protection of Industrial Property, the Madrid 
Agreement Concerning the International Registration of Marks 
and the Patent Cooperation Treaty continue to be applicable 
to Kazakhstan. 
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III. Applications for Industrial Property Rights Filed with 
the National Patent Office of Kazakhstan 


(5) Applications for the grant of patents for inventions, 
patents for industrial designs and patents for utility models and 
applications for the registration of marks and appellations of 
origin have been able to be filed with the National Patent Office 
of Kazakhstan since Aug. 27, 1992. 


IV. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(6) A patent for invention or inventor’s certificate, an indus- 
trial design patent or industrial design certificate, or a trademark 
certificate, which was issued by the Patent Office of the Soviet 
Union may be registered by the National Patent Office of 
Kazakhstan at the request of the owner. Upon registration, such 
industrial property rights will be considered as having the same 
effects as a patent for invention, industrial design patent or 
trademark certificate issued by the National Patent Office of 
Kazakhstan. The duration is 20 years from the filing date of 
the application in the case of a patent for invention, 10 years 
from the filing date of the application in the case of an industrial 
design patent with the right to extend registration in the case 
of a trademark certificate. The filing date and any Dec. 1, 1993, 
in the case of inventions and industrial designs, and before 
Nov. 1, 1993, in the case of trademarks. It must be accompanied 
by the original or a copy, certified by a notary or any other 
competent authority, of the patent or certificate issued by the 
Patent Office of the Soviet Union and evidence that the pre- 
scribed fees have been paid to the National Patent Office of 
Kazakhstan. 


V. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Oct. 14, 1992 


(7) The applicant of an application for a patent for invention 


or an inventor’s certificate, for an industrial design patent or 
an industrial design certificate or for a trademark certificate 
which had been filed with the Patent Office of the Soviet Union 
or with the Patent Office of the Russian Federation before Oct. 
14, 1992, may request the National Patent Office of Kazakhstan 
before Dec. 1, 1993, in the case of an application for a patent 
for invention or an inventor’s certificate, or for an industrial 
design patent or certificate, and before Nov. 1, 1993, in the 
case of an application for a trademark certificate, that the said 
application be further processed according to the Kazakh legis- 
lation. The request for further processing by the National Patent 
Office of Kazakhstan must be accompanied by a copy of the 
said application, including a copy of the request part of the 
said application showing the filing date as sent back to the 
applicant by the Patent Office of the Soviet Union or by the 
Patent Office of the Russian Federation, by a declaration that 
the said application is, to the best knowledge of the applicant, 
still pending before the Patent Office of the Russian Federation, 
and by an application filed according to the Kazakh legislation. 

(8) If the applicant has received from the Patent Office of 
the Soviet Union or from the Patent Office of the Russian 
Federation in respect of an application filed before Oct. 14, 
1992, a decision on grant of protection, the request needs only 
to be accompanied by a copy, certified by a notary or any other 
competent authority, of the said decision, as well as, in the 
case of inventions, by the description, any drawings and the 
claims on which the decision is based and an abstract of the 
invention or, in the case of industrial designs, by five photo- 
graphs, one of which must be certified by a notary or any other 
competent authority, and any drawings. The filing date and 
any priority date of the application filed with the Patent Office 
of the Soviet Union or the Patent Office of the Russian Federa- 
tion will be maintained. 


VI. Effects in Kazakhstan of International Applications 
under the Patent Cooperation Treaty (PCT) 


(9) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Patent Cooperation 
Treaty (PCT) is applied by Kazakhstan. Nationals and residents 
of Kazakhstan can therefore file international applications, and 
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Kazakhstan can be designated and elected in international appli- 
cations filed, from the date. 

(b) On Sept. 29, 1992, the Assembly of the PCT Union 
adopted, with effect on Oct. 1, 1992, new Rules 32.1 and 32.2 
of the Regulations under the PCT, concerning the extension 
of international applications to certain successor States. 

(c) For the purpose of determining the status of interna- 
tional applications with respect to Kazakhstan, one has to distin- 
guish between: 

(i) international applications designating the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications—irrespective of the desig- 
nations they contain—which were filed between Dec. 25, 1991, 
and Apr. 16, 1993 (see (e) to (g), below); 

(ili) international applications specifically* designating 
Kazakhstan filed on or after Feb. 16, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Kazakhstan of its declaration of 
continuation, be recognized in Kazakhstan. The conditions 
under which any such international application, or any patent 
or inventor’s certificate resulting therefrom and granted by the 
Patent Office of the Soviet Union or by the Patent Office of 
the Russian Federation, may continue to have effect in Kazakh- 
stan are the following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 
international application, the conditions referred to in paragraph 
(6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor’s 
certificate has not been granted by any of those Offices, the 
conditions referred to in paragraph (7), above, are applicable, 
provided that the applicant must, before Dec. 1, 1993, file with 
the National Patent Office of Kazakhstan a request that the 
international application be further processed according to the 
Kazakh legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation; however where a decision to grant a patent 
has issued, only the requirements referred to in paragraph (8), 
above, apply; 

(111) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must, before Dec. 1, 1993, or, if Kazakhstan is elected 
under Chapter II of the PCT within 19 months from the priority 
date, before Dec. 1, 1993, or the expiration of 31 months from 
the priority date whichever is later, furnish to the National 
Patent Office of Kazakhstan a translation of the international 
application into Kazakh or Russian and evidence that the pre- 
scribed fee (see paragraph (12), below) has been paid to the 
latter Office. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and earlier than 
Apr. 17, 1993,** its effect may be extended to Kazakhstan 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 


*in this announcement, an international application is regarded as “specifically” 
designating Kazakhstan either if Kazakhstan has been designated under Rule 4.9%a) 
of the Regulations under the PCT or if the designation of Kazakhstan has been 
confirmed under Rule 4.9(c) of those Regulations. 

**With the exception of any such international application international filing date 
is on or after Feb. 16, 1993, and in which Kazakhstan is specifically designated:in 
such a case, the procedure described in (e) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Kazakhstan cab be specifically 
designated only in those international applications filed on or after Feb. 16, 1993 
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(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable in Swiss francs. 

(f) The applicant in respect of each and every international 
application to in (e), above, or his agent or common representa- 
tive if there is one, will receive a written notification form the 
International Bureau of WIPO calling his attention to the fact 
that he can, by filing a written request for extension, extend 
the effects of the international application to Kazakhstan. The 
notification will, in particular, specify the modes of payment 
of the extension fee of 185 Swiss francs. The request for exten- 
sion must contain the identification of the international applica- 
tion by its international application number. A form which 
may be issued for the purpose of requesting the extension to 
Kazakhstan will be attached to the notification. The request 
for extension must be English or French, and may be sent be 
telefax or telex. The request for extension and the corresponding 
payment must reach the International Bureau of WIPO before 
the expiration of three months from the date of the notification 
sent by the International Bureau of WIPO; if either the request 
or the fee is received later, the request will be refused. It is 
recommended that applicants await the notification from the 
International Bureau of WIPO and use the form attached to it, 
but requests and payments may be made without waiting for 
the notification from the International Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Kazakhstan will be considered as having been desig- 
nated in the international application on its international filing 
date. For entering the national phase before the National Patent 
Office of Kazakhstan, the applicant must furnish, within the 
following time limit, to that Office both a translation of the 
international application into Kazakh or Russian and evidence 
that the prescribed fee (see paragraph (12), below) was paid: 

(i) before Dec. 1, 1993, or the expiration of 21 months 
from the priority date, whichever is later, if Kazakhstan is not 
elected under Chapter II of the PCT before the expiration of 
19 months from the priority date and item (iii) does not apply; 

(ii) before Dec. 1, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if Kazakhstan is 
elected under Chapter II of the PCT before the expiration of 
19 months from the priority date; 

(iii) before Dec. 1, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Kazakhstan is made after, but the demand was made 
before, the expiration of 19 months from the priority date, and 
a later election of Kazakhstan is made together with the request 
for extension or within three months from the date of the request 
for extension. 

(h) As regards any international application whose interna- 
tional filing date is on or after Feb. 16, 1993, and in which 
Kazakhstan is specifically designated, the applicant, in order 
to enter the national phase before the National Patent Office 
of Kazakhstan, must furnish, within the following time limit, 
to that Office both a translation of the international application 
into Kazakh or Russian and evidence that the prescribed fee 
(see paragraph (12), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Kazakhstan is not elected under Chapter II of the PCT 
with 19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Kazakhstan is elected under Chapter II of the PCT 
within 19 months from the Priority date. 


VI. Effects in Kazakhstan of International Registrations 
under the Madrid Agreement Concerning the International 
Registration of Marks 


(10) (a) On Feb. 16, 1993, Kazakhstan deposited a declaration 
of continuation the effect of which is that the Madrid Agreement 
Concerning the International Registration of Marks is applied 
by Kazakhstan. 

(b) on Sept. 29, 1992, the Assembly of the Madrid Union 
adopted, with effect on Oct. 1, 1992, a new Rule 38 in Regula- 
tions under the Madrid Agreement, concerning the effect of 
international registrations in certain successor States. 

(c) Pursuant to the deposit of the declaration of continua- 
tion and to the decision of the Assembly, certain international 
registrations may have effect in Kazakhstan subject to the condi- 
tions described below. Those international registrations are 
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those which have territorial extensions to the Soviet Union 
effective from a date prior to Dec. 25, 1991. 

(d) The conditions referred to above are the following: 

(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(e) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
calling his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Kazakhstan. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concerned by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made without waiting for the notice of the International 
Bureau of WIPO. 

(f) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to Kazak- 
hstan, have effect as from the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed in regard such extension. 

(g) For each international registration which has territorial 
extension to the Russian Federation effective from a date prior 
to Apr. 17, 1993, the owner may request the National Patent 
Office of Kazakhstan before Nov. 1, 1993, that the said registra- 
tion be processed as an application under the Kazakh legislation. 
The request must be accompanied by an extract from the Inter- 
national Register established by the International Bureau of 
WIPO, by a declaration that, to the best knowledge of the 
owner, the international registration still has effect in the Rus- 
sian Federation, and by an application filed according to the 
Kazakh legislation. 

(h) For each international registration not covered by (c) 
or (g), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 16, 1993, protection in Kazakhstan can only be obtained 
by filing, through the intermediary of the national Office of 
the country of the owner, a request for territorial extension 
under Rule 20 of the Regulations under the Madrid Agreement. 
It is noted that requests for territorial extension to Kazakhstan 
are possible at present. 


VIII. Procedural Provisions 


(11) If an applicant does not have his ordinary residence or 
principal place in business in Kazakhstan, he must authorize 
a representative in Kazakhstan, and all requests, applications 
and other documents must be filed through the intermediary 
of such a representative. 

(12) The list of the persons who can act as representatives 
and the official fees applicable to the procedures referred to 
under paragraphs (5), (6), (7), (8), (9) and (10)(g) are available 
from the National Patent Office of Kazakhstan. 

(13) The request part of any application referred to under 
paragraph (5), above, any request referred to under paragraphs 
(6), (7), (9)(d)(ii) and (10)(g), above, and any declaration 
referred to under paragraphs (7), (9)(d)(ii) and (10)(g), above, 
must be filed in Kazakh or Russian. Other parts of any applica- 
tion referred to under paragraph (5), above, may be presented 
in other languages, provided that a translation into Kazakh or 
Russian is presented within two months from the filing date. 

(14) If an applicant, due to circumstances beyond his control, 
was unable to observe a time limit applicable under paragraph 
(6), (7), (9)(d), 10(g) or (13), above, the time limit may, upon 
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request, be extended by two months by the National Patent 
Office of Kazakhstan. 


IX. Address of the National patent Office of Kazakhstan 


National Patent Office 
Ablai-khan avenue 93/95 
480091 Alma-Ata 
Kazakhstan 

Telex: (064) 251244 orlan su 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


June 11, 1993 


[1153 TMOG 23] 


(257) Regarding Industrial Property 


Protection in Belarus 


The following announcement was furnished by the World 
Intellectual Property Organization of Geneva, Switzerland. 


ANNOUNCEMENT OF THE PROTECTION OF 
INDUSTRIAL PROPERTY IN BELARUS 


The situation of industrial property protection in Belarus is 
summarized below. 


I. Legislation 


(1) On Feb. 5, 1993, the Law on Patents for Inventions, 
the Law on Patents for Industrial Designs and the Law on 
Trademarks and Service Marks of Belarus and the respective 
Parliamentary Decrees putting the said laws into effect were 
adopted and entered into force. 


II. Membership in Treaties 


(2) The Government of Belarus deposited on Apr. 14, 1993, 
a declaration to the effect that the Paris Convention for the 
Protection of Industrial Property, the Madrid Agreement Con- 
cerning the International Registration of Marks and the Patent 
Cooperation Treaty continue to be applicable to Belarus. 
Belarus was already party to the Convention Establishing the 
World Intellectual Property Organization. 


III. Industrial Property Rights Granted by the Patent Office 
of the Soviet Union 


(3) A patent for invention, an industrial design patent or 
trademark certificate, which was issued by the Patent Office 
of the Soviet Union may be registered by the State Patent 
Office of Belarus at the request of the owner. Upon registration, 
such industrial property rights will be considered as having the 
same effects as a patent for invention, industrial design patent 
or trademark certificate issued by the State Patent Office of 
Belarus. The duration is 20 years from the filing date of the 
application with the patent Office of the Soviet Union in the 
case of a patent for invention, 15 years from the filing date of 
the application with the Patent Office of the Soviet Union in 
the case of an industrial design patent, and 10 years from the 
filing date of the request for registration by the State Patent 
Office of Belarus in the case of a trademark certificate, the 
latter request to be filed before the expiry of the 10-year term 
from the filing date of the application with the Patent Office 
of the Soviet Union. The filing date and any priority date of 
the application with the Patent Office of the Soviet Union will 
be maintained. 

(4) As regards inventors’ certificates and industrial design 
certificates granted by the Patent Office of the Soviet Union 
in relation to which a 20-year term in the case of inventions, 
or a 15-year term in the case of industrial designs, both counted 
from the filing date of the application, has not expired, the 
State Patent Office of Belarus will grant for the remaining term 
a Belarusian patent for invention or industrial design patent 
upon the joint request of the applicant and the inventor (inven- 
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tors). Failing the agreement between the applicant and the 
inventor (inventors), no patent will be granted. 

(5) The request for registration by the State Patent Office 
of Belarus must be filed before Feb. 5, 1994, in the case of 
inventions and industrial designs, and before Oct. 5, 1993, in 
the case of trademarks. It must be accompanied by the original 
or a copy, certified by a the patent owner, or the applicant, or 
the patent attorney, of the patent or certificate issued by the 
Patent Office of the Soviet Union, and also by a copy of the 
document attesting that the fee for the preceding term has been 
paid. 

(6) Any inventor’s certificate which is not exchanged for a 
patent for invention will enjoy the legal status which had been 
applicable to the invention in question in the Soviet Union 
before July 1, 1991. 


IV. Applications for Industrial Property Rights Filed with 
the Patent Office of the Soviet Union or with the Patent 
Office of the Russian Federation Before Feb. 5, 1993 


(7) The applicant of an application for a patent for invention 
or an inventor’ s certificate, or of an application for an industrial 
design patent or an industrial design certificate which had been 
filed with the Patent Office of the Soviet Union or with the 
Patent Office of the Russian Federation before Feb. 5, 1993, 
and in respect of which a decision to grant has been taken, 
may request the State Patent Office of Belarus to issue a Belaru- 
sian patent for invention or industrial design patent. The request 
must be filed before Aug. 5, 1993. 

(8) The applicant of an application for a patent for invention 
or an inventor’s certificate, of an application for an industrial 
design patent or an industrial design certificate, or of an applica- 
tion for a trademark certificate, which had been filed with the 
Patent Office of the Soviet Union or with the Patent Office of 
the Russian Federation before Feb. 5, 1993, and the processing 
of which has not been completed and in respect of which patents 
or certificates have not been granted, may request the State 
Patent Office of Belarus before Aug. 5, 1993, that the said 
application be further processed according to the Belarusian 
legislation and that the priority date of the said application be 
maintained, provided that the request is filed before the expiry 
of 27 months from the filing date of the first application in the 
case of inventions, and before the expiry of 21 months from 
the filing date of the first application in the case of industrial 
designs and trademarks. 


V.A 


pplications for Industrial Property Rights Filed, Before 
Apr. 14, 1993, with the Industrial Property Offices of States 
Party to the Paris Convention for the Protection of Indus- 


trial Property 


(9) The State Patent Office of Belarus will recognize the 
priority date of the first application filed in a State party to the 
Paris Convention, provided that, in the case of inventions, the 
request for the grant of a Belarusian patent based on the said 
application is filed with the State Patent Office of Belarus 
before the expiry of 27 months from the filing date of the first 
application or, in the case of industrial designs and trademarks, 
the request for the grant of a Belarusian industrial design patent, 
or for the grant of a Belarusian trademark certificate, based on 
said application, is filed with the State Patent Office of Belarus 
before the expiry of 21 months from the filing date of the first 
application. 


VI. Effects in Belarus of International Applications under 
the Patent Cooperation Treaty (PCT) 


(10) (a) As mentioned in paragraph (2), above, on Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which is that the Patent Cooperation Treaty (PCT) is applied 
by Belarus. Nationals and residents of Belarus can therefore 
file international applications, and Belarus can be designated 
and elected in international applications filed, from that date. 

(b) Rules 32.1 and 32.2 of the Regulations under the 
PCT, allow the extension of international applications to certain 
successor States. 





1232 OG 724 
(257) 


(c) For the purpose of determining the status of interna- 
tional applications with respect to Belarus, one has to distin- 
guish between: 

(i) international applications designated the Soviet 
Union which were filed before Dec. 25, 1991 (see (d), below); 

(ii) international applications-irrespective of the desig- 
nations they contain-which were filed between Dec. 25, 1991, 
and June 22, 1993 (see (e) to (g), below); 

(iii) international applications specifically* designated 
Belarus filed on or after Apr. 14, 1993 (see (h), below). 

(d) As regards any international application whose interna- 
tional filing date is before Dec. 25, 1991, and in which the 
Soviet Union has been designated, the “national filing effect” 
of any such application under Article 11(4) of the PCT will, 
pursuant to the deposit by Belarus of its declaration of continua- 
tion, be recognized in Belarus. The conditions under which 
any such international application, or any patent or inventor’s 
certificate resulting therefrom and granted by the Patent Office 
of the Soviet Union or by the Patent Office of the Russian 
Federation, may continue to have effect in Belarus are the 
following: 

(i) if a patent for invention or an inventor’s certificate 
has been granted by the Patent Office of the Soviet Union or 
by the Patent Office of the Russian Federation on the basis of 
international application, the conditions referred to in paragraph 
(3) to (6) above, are applicable; 

(ii) if the applicant has entered the national phase before 
the Patent Office of the Soviet Union or the Patent Office of the 
Russian Federation but a patent for invention or an inventor’s 
certificate has not been granted by either of those Offices, the 
conditions referred to in paragraphs (7) and (8), above, are 
applicable, provided that the applicant, before Aug. 5, 1993, 
files with the State Patent Office of Belarus a request that the 
international application be further processed according to the 
Belarusian legislation; the request must be accompanied by a 
copy of the Russian translation of the international application 
submitted to the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and a declaration that the 
application is still pending before the Patent Office of the 
Russian Federation, except where a decision to grant a patent 
has been made, in which case only the requirements referred 
to in paragraph (7), above, apply; 

(iii) if the applicant has not entered the national phase 
before the Patent Office of the Soviet Union or the Patent 
Office of the Russian Federation and the time limit for entering 
the national phase had not expired on Dec. 24, 1991, the appli- 
cant must furnish to the State Patent Office of Belarus,within 
the following time limit, a translation of the international appli- 
cation into Belarusian or Russian and evidence that the pre- 
scribed fee (see paragraph (13), below) has been paid to the 
latter Office. 

—before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date; 

—before Aug. 5, 1993, or before the expiration of 31 
months from the priority date, whichever is later, if Belarus is 
elected under Chapter II of the PCT within 19 months from 
the priority date. 

(e) As regards any international application whose interna- 
tional filing date is later than Dec. 24, 1991, and not later 
than June 22, 1993,** its effect may be extended to Belarus 
(irrespective of the designations it contains) through the perfor- 
mance by the applicant of the following acts: 

(i) filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) a request for exten- 
sion; 


*In this announcement, an international application is regarded as “specifically” 
designating Belarus either if Belarus has been designated under Rule 4.9(a) of the 
Regulations under the PCT or if the designation of Belarus has been confirmed 
under Rule 4.9(c) of those Regulations. 

**With the exception of any such international application whose international filing 
date is on or after Apr. 14, 1993, and in which Belarus is specifically designated: in 
such a case, the procedure described in (e) to (g) is not applicable, and the procedure 
described in (h) applies. It should be noted that Belarus can be specifically designated 
only in those international applications filed on or after Apr. 14, 1993. 
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(ii) paying to the International Bureau of WIPO an 
extension fee of 185 Swiss francs, payable only in Swiss francs. 
(f) The applicant in respect of each and every international 
application referred to in (e), above, or his agent or common. 
representative if there is one, will receive a written notification 
form the International Bureau of WIPO drawing his attention 
to the fact that he can, by filing a written request for extension, 
extend the effects of the international application to Belarus. 
The notification will, in particular, specify the modes of pay- 
ment of the extension fee of 185 Swiss francs. The request for 
extension must contain the identification of the applicant’s 
international application by its international application 
number. A form which may be issued for the purpose of 
requesting the extension to Belarus will be attached to the 
notification. The request for extension must be in English or 
French, and may be sent by telefax or telex. The request for 
extension and the corresponding payment must reach the Inter- 
national Bureau of WIPO before the expiration of three months 
from the date of the notification sent by the International Bureau 
of WIPO; if either the request or the fee is received later, the 
request will be refused. It is recommended that applicants await 
the notification from the International Bureau of WIPO and 
use the form attached to it, but requests and payments may be 
made prior to receipt of the notification from the International 
Bureau of WIPO. 

(g) If the conditions described in (e) and (f), above, are 
fulfilled, Belarus will be considered as having been designated 
in the international application on its international filing date. 
In order to enter the national phase before the State Patent 
Office of Belarus, the applicant must furnish to that Office, 
within the following time limit, both a translation of the interna- 
tional application into Belarusian or Russian and evidence that 
the prescribed fee (see paragraph (13), below) has been paid: 

(i) before Aug. 5, 1993, or before the expiration of 21 
months from the priority date, whichever is later, if Belarus is 
not elected under Chapter II of the PCT within 19 months from 
the priority date and item (iii) does not apply; 

(ii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if Belarus is elected 
under Chapter II of the PCT within 19 months from the priority 
date; 

(iii) before Aug. 5, 1993, or the expiration of 31 months 
from the priority date, whichever is later, if a request for exten- 
sion to Belarus is made after, but the demand for international 
preliminary examination was made before, the expiration of 
19 months from the priority date, and a later election of Belarus 
is made together with the request for extension or within three 
months from the date of the request for extension. 

(h) As regards any international application whose Interna- 
tional filing date is on or after Apr. 14, 1993, and in which 
Belarus is specifically designated, the applicant, in order to 
enter the national phase before the State Patent Office of 
Belarus, must furnish to that Office, within the following time 
limit, both a translation of the international application into 
Belarusian or Russian and evidence that the prescribed fee (see 
paragraph (13), below) has been paid to the said Office: 

(i) before the expiration of 21 months from the priority 
date if Belarus is not elected under Chapter II of the PCT with 
19 months from the priority date; 

(ii) before the expiration of 31 months from the priority 
date if Belarus is elected under Chapter II of the PCT within 
19 months from the Priority date. 


VII. Effects in Belarus of International Registrations under 
the Madrid Agreement Concerning the International Regis- 
tration of Marks 


(11) (a) As mentioned in paragraph (2), above, On Apr. 14, 
1993, Belarus deposited a declaration of continuation, the effect 
of which was that the Madrid Agreement Concerning the Inter- 
national Registration of Marks is applied by Belarus. 

(b) Pursuant to the deposit of the declaration of continua- 
tion and to Rule 38 of the Regulations under the Madrid Agree- 
ment, certain international registrations may have effect in 
Belarus subject to the conditions described below. The interna- 
tional registrations are those which have a territorial extension 
to the Soviet Union effective from a date prior to Dec. 25, 
1991. 

(c) The conditions referred to above are the following: 
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(i) the filing with the International Bureau of the World 
Intellectual Property Organization (WIPO) of a request; 

(ii) the payment to the International Bureau of WIPO 
of a fee, the amount of which is 62 Swiss francs per international 
registration. 

(d) The owner of each and every international registration 
concerned, or his representative (if the owner has a representa- 
tive whose name appears in the International Register), will 
receive a written notice from the International Bureau of WIPO 
drawing his attention to the fact that he can, by filing a written 
request, obtain the continuation of the effect of the international 
registration in Belarus. The notice will, in particular, specify 
the modes of payment of the fee. The request must contain the 
identification of the international registration concerned by its 
international registration number. A form (in French) will be 
attached to the notice and may be used. The request must be 
in English or French, and may be sent by telefax or telex. 
The request and the corresponding payment must reach the 
International Bureau of WIPO before the expiration of six 
months from the date of the notice sent by the International 
Bureau of WIPO; if either the request or the fee is received 
later, the request will be refused. Requests and payments may 
be made upon receipt of the notice of the International Bureau 
of WIPO. 

(e) If the conditions described above are fulfilled, the 
international registration concerned will, with respect to 
Belarus, have effect as of the effective date of the territorial 
extension to the Soviet Union and benefit from any priority 
validly claimed with regard to such extension. 

(f) For each international registration which has a territorial 
extension to the Russian Federation effective as of a date 
between Dec. 25, 1991 and Apr. 14, 1993, the owner may 
request the State Patent Office of Belarus, before Aug. 5, 1993, 
that the said registration be processed as an application under 
the Belarusian legislation. The request must be accompanied 
by an extract from the International Register established by the 
International Bureau of WIPO, by a declaration that, to the 
best knowledge of the owner, the international registration still 
has effect in the Russian Federation, and by an application 
filed according to the Belarusian legislation. 

(g) For each international registration not covered by (b) 
or (f), above, namely, for each international registration which 
has no territorial extension to the Soviet Union or to the Russian 
Federation or whose international registration date is later than 
Apr. 14, 1993, protection in Belarus can only be obtained by 
filing, through the intermediary of the national Office of the 
country of the owner, a request for territorial extension under 
Rule 20 of the Regulations under the Madrid Agreement. It is 
noted that requests for territorial extension to Belarus are pos- 
sible at present. 


VIII. Procedural Provisions 


(12) If an applicant does not have his ordinary residence or 
principal place in business in Belarus, he must authorize a 
representative in Belarus, and all requests, applications and 
other documents must be filed through the intermediary of such 
a representative. 

(13) The official fees applicable to the procedures referred, 
to under paragraphs (3), (4), (5), (7), (8) (10) and (11)(f) are 
available from the State Patent Office of Belarus. 

(14) Any request referred to under paragraphs (3), (4), (5), 
(7), (8), (10)(d)(ii) and (11)(f), above, and any declaration 
referred to under paragraphs (10)(d)(ii) and (11)(f), above, must 
be filed in Belarusian or Russian. 


IX. Address of the National Patent Office of Belarus 


State Patent Office of Belarus 
66, pr. Skoriny 

Minsk 220072 

Belarus 

Tel.: (70172) 395 840 

Fax.: (70172) 394 130 


June 11, 1993 MICHAEL K. KIRK 


Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 
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U.S. PATENT AND TRADEMARK OFFICE 


(258) Regarding Patent and Trademark Rights 


in the Republic of Lithuania 


The State Patent Bureau of the Republic of Lithuania has 
provided the U.S. Patent and Trademark Office with informa- 
tion regarding the protection of inventions, industrial designs, 
and trademarks in the Republic of Lithuania. 

Following is the unedited text of the SUMMARY OF 
INDUSTRIAL PROPERTY PROTECTION IN LITHUANIA, 
provided in English translation by the Government of Lithuania, 
outlining the status of industrial property protection in Lithuania 
pending enactment of new legislation. 

“The system of industrial property protection in Lithuania 
functioned reasonably well until 1940 (‘Law on Protection 
of Trademarks’ of Jan. 27, 1925, “Law on the Protection of 
Inventions and Improvements’ of May 14, 1928, ‘Law on the 
Protection of Industrial Models and Designs’). 

e Since 1940 industrial property protection in Lithuania had 
been based on legal acts of the Soviet Union. 

e After Lithuania has declared it’s independence it started 
establishing an independent national industrial property legisla- 
tion. On Apr. 12, 1991, the Government of the Republic of 
Lithuania established the Lithuanian Patent Office, which is 
functioning under the name of the State Patent Bureau. On 
Dec. 1, 1991, the State Patent Bureau has proceeded the registra- 
tion of Company Names of the Republic of Lithuania under 
the Regulations of Company Names. 

Since Apr. 30, 1992 the Republic of Lithuania is a member 

of the World Intellectual Property Organization (WIPO). 
e In order to ensure legal protection of industrial property 
(inventions, industrial designs and trademarks), rights of inven- 
tors, patent owners and investors on May 20, 1992 the Govern- 
ment of the Republic of Lithuania adopted a Decree No 362 
on provisional measures until the laws of the Republic of Lithu- 
ania on inventions, industrial designs and trademarks are 
adopted. The contents of the provisional measures and their 
main consequences are summarized below. 


INDUSTRIAL PROPERTY RIGHTS GRANTED BY THE 
PATENT OFFICE OF THE FORMER SOVIET UNION 


1. Valid patents for inventions, as well as valid inventor’s 
certificates, granted by the Patent Office of the former Soviet 
Union on the basis of applications filed beginning with Jan. 1, 
1978, shall be registered as patents of the Republic of Lithuania 
for a period not longer than 15 years from the date of filing 
an application, provided that the inventor together with the 
applicant or the patent owner files a request to that effect with 
the State Patent Bureau no later than Sept. 30, 1993 and pays 
the prescribed State fee. Failing such a request, the patent or 
inventor’s certificate will not have any effect in the Republic 
of Lithuania. 

2. Industrial design for which valid industrial design patent or 
industrial design certificates granted by the Patent Office of 
the former Soviet Union on the basis of applications filed 
beginning with Jan. 1, 1983 shall be registered as industrial 
designs in the Republic of Lithuania for a period of 5 years 
with a possibility of renewing the registration for 5 consecutive 
years but not longer than for a period of 10 years from the 
date of filing an application provided that the creator of the 
industrial design together with the applicant or the patent owner 
files a request to that effect with the State Patent Bureau not 
later than Sept. 30, 1993 and pays the prescribed State fee. 
Failing such a request, the industrial design patent or certificate 
shall not have any effect in Lithuania. 

3. A patent or industrial design, which has been registered 
under paragraph 1 or 2 above, will have no effect against any 
person who in the Republic of Lithuania, prior to the date of 
the request for registration was using the invention or industrial 
design protected by inventor’s certificate or certificate or was 
making effective and serious preparation for such use. 

4. Trademarks for which valid trademark certificates were 
granted by the Patent Office of the former Soviet Union shall 
be registered as trademarks in the Republic of Lithuania for a 
period of 10 years, provided that the owner of the trademark 
certificate files a request to that effect with the State Patent 
Bureau not later than Sept. 30, 1993 and pays the prescribed 
State fee. The same applies to international trademark registra- 
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tion effected under Madrid Agreement concerning the Interna- 
tional Registration of Marks, for which valid trademark 
certificates had the territorial extension to the Former Soviet 
Union. Failing such a request, the trademark certificate will 
not have any effect in the Republic of Lithuania. 

5. Priority rights may be claimed from May 20, 1992 onwards, 
but not later than Apr. 30, 1993, on the basis of previous 
patents, industrial design and trademark applications filed with 
the Patent Office of the former Soviet Union after Jan. 1, 1990, 
and which were pending on Jan. 31, 1992. Such priority rights 
are governed by the provisions of Article 4 of the Paris Conven- 
tion for the Protection of Industrial Property. 

6. Information regarding patents for inventions and industrial 
designs and trademark certificates shall be published in the 
OFFICIAL GAZETTE of the State Patent Bureau of the 
Republic of Lithuania. 


NEW APPLICATIONS FOR INDUSTRIAL PROPERTY 
RIGHTS FILED WITH THE STATE PATENT BUREAU OF 
THE REPUBLIC OF LITHUANIA 


7. Pending the enactment of industrial property legislation in 
Lithuania, it is possible to file patent applications and applica- 
tions for the registration of industrial designs and of trademarks 
with the State Patent Bureau on the basis of legal acts of the 
Republic of Lithuania. 

Foreign natural and legal persons, having their ordinary resi- 
dence or principle place of business outside Lithuania, shall 
file requests and applications only through a patent attorney, 
registered in the Register of patent attorneys of the Republic 
of Lithuania. 

Copies of the list of fees of the State Patent Bureau of the 
Republic of Lithuania and of the list of registered patent attor- 
neys are available from Box 4, U.S. Patent and Trademark 
Office, Washington, D.C. 20231 


MICHAEL K. KIRK 
Acting Assistant Secretary 
and Acting Commissioner of 
Patents and Trademarks 


July 7, 1993 
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(259) Regarding Industrial Property Rights 


in the Republic of Slovenia 


The Industrial Property Protection Office of the Republic of 
Slovenia has provided the U.S. Patent and Trademark Office 
(USPTO) with a consolidated text, in English, of the Law on 
Industrial Property of the Republic of Slovenia which regulates 
the grant and protection of patents, model rights and design 
rights, trademarks and service marks, and appellations of origin. 
In addition, the Industrial Property Protection Office has noti- 
fied the USPTO that it has entered into an “extension agree- 
ment” with the European Patent Organisation that will enter into 
force in January 1994. After entry into force of the agreement, it 
will be possible to obtain patent protection in Slovenia through 
obtaining a European patent. The Republic of Slovenia also 
plans to ratify the Patent Cooperation Treaty administered by 
the World Intellectual Property Organization. 

A copy of the consolidated text of the Slovenian industrial 
property law can be obtained by writing to the U.S. Patent and 
Trademark Office, Box 4, Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


[1154 TMOG 39] 


(260) Regarding Industrial Property 


Rights In The Republic Of Croatia 


The State Patent Office of the Republic of Croatia has pro- 
vided the U.S. Patent and Trademark Office with information 


OFFICIAL GAZETTE 


Marcu 21, 2000 


regarding the protection of inventions, industrial designs, and 
trademarks and appellations of origin in the Republic of Croatia. 


Following is the unedited text of the document provided in 
English translation by the Government of Croatia, outlining 
the status of industrial property protection. 


“I. INTELLECTUAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


MEMBERSHIP IN INTERNATIONAL ORGANIZATIONS, 
CONVENTIONS AND TREATIES 


The Republic of Croatia is a party to the following conven- 
tions: 
ethe Convention Establishing the World Intellectual Property 
Organization; 
e the Paris Convention for the Protection of Industrial Property; 
e the Madrid Agreement Concerning the International Registra- 
tion of Marks; 
ethe Nice Agreement Concerning the International Classifica- 
tion of Goods and Services for the Purposes of the Registration 
of Marks; 
ethe Locarno Agreement Establishing an International Classifi- 
cation for Industrial Designs; 
ethe BERNE Convention for the Protection of Literary and 
Artistic Works based on the notifications confirmed by the 
Director General of the World Intellecutal Property Organiza- 
tion, in his letter of 29, July, 1992, considered to be effective 
from 8, October, 1991, the date of indepandance declaration 
of the Republic of Croatia. 

This fact grants the continuity of membership of the Republic 
of Croatia in the aforementioned conventions, starting from the 
found state of former Socialist Federal Republic of Yugoslavia. 


II. INDUSTRIAL PROPERTY IN THE REPUBLIC OF 
CROATIA 


1. MAIN FEATURES OF INDUSTRIAL PROPERTY LAW 
IN THE REPUBLIC OF CROATIA 


Industrial Property Law comprises: 
patents; 

edesigns; 

etrademarks and service marks; 
eappellations of origin. 

According to this Law, which is basically in accordance with 
the aforementioned conventions and arrangements, the validity 
of patent is 20 years, and the validity of designs and marks 10 
years upon the submission of the patent application. The validity 
of marks can be renewed without limitations. Foreign legal 
and physical persons are obliged to protect their industrial 
property rights in the Republic of Croatia by means of an 
authorized representative, either a Croatian citizen or a local 
legal entity. 


3. INDUSTRIAL PROPERTY IN THE REPUBLIC OF 
CROATIA-PROSPECTS 


A new law on industrial property is expected to be passed 
during 1994, conceding the use of the institution of complete 
examination of conditions for the grant of patents. Within gen- 
eral activities aimed at harmonization and unification of the 
legal provisions governing idustrial property rights, the State 
Patent Office will take up the activities concerning the admis- 
sion to PCT and the European Patent Convention. 


4. INDUSTRIAL PROPERTY RIGHTS GRANTED OR 
APPLIED FOR BY SUBMITTING AN APPLICATION, TO 
THE FORMER FEDERAL PATENT OFFICE FOR THE TER- 
RITORY OF FORMER YUGOSLAVIA (SFRY) 


4.1. The Industrial property rights granted through the former 
Federal Patent Office up to 8 October, 1991 are regulated in 
Article 10, paragraph 1 and 2 of the Law on Changes and 
Amendments of the Law on Protection of Inventions, Technical 
Improvements and Distinctive Signs (“Official Gazette of the 
Republic of Croatia”, 2 April, 1992): ‘All rights of industrial 
property which are granted by the decisions of the former 
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Federal Patent Office up to 8 October 1991 are valid on the 
territory of the Republic of Croatia up to their expiration. Upon 
the request of the rightfull claimants from the aforementioned 
paragraph, the State Patent Office will enter this particular right 
into the corresponding register.’ 


4.2. Rights acquired in former Yugoslavia by the international 
registration of marks (International Bureau of WIPO, Geneve) 


The Assembly of the Madrid Union on 29 September, 1992 
adopted the new Rule No. 38, which apart from the Republic 
of Croatia applies to Solvenia and Ukraine, of the Regulations 
under the Madrid Arrangement, according to which the interna- 
tionally registered marks with the territorial sign YU with the 
dates earlier 1 December, 1992 can be effective in the Republic 
of Coratia, provided that. 
®a request is submitted to the International Bureau of WIPO, 
Geneve (on the basis of the written notification of the Interna- 
tional Bureau of WIPO); 
ea fee in the amount of 62 Swiss francs for each internationally 
registered mark is paid to the International Bureau. 


The International Bureau will by the end of 1992 notify in 
written form each of the owners of the internationally registered 
mark with the sign YU, with the appeal to utilize the possibility 
provided by the Rule No. 38 prior to March 1, 1994. 


4.3. The Industrial property rights applied for by submitting 
the application at the former Federal Patent Office before 8 
October, 1991, which were not granted or declined, can be 
effected in the Republic of Croatia by submitting the same 
applications to the State Patent Office until 4 November, 1993 
(this period was prolonged by the Regulation of the Government 
of the Republic of Croatia of 14 April, 1993).” 


The address of the State Patent Office is: 


State Patent Office 

of the Republic of Croatia 

Avenija Vukovar 78 41000 Zagreb 
CROATIA 


The State Patent Office of the Republic of Croatia has also 
provided a copy of the fees charged and a list of patent attorneys 
authorized to practice. Copies of these can be provided on 
request. Please send request to U.S. Patent and Trademark 
Office, Office of Legislation and International Affairs, Box 4, 
Washington, D.C. 20231. 


BRUCE A. LEHMAN 
Assistant Secreaty of Commerce and 
Commissioner of Patents and Trademarks 


Nov. 4, 1993 
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(261) Regarding Patent And Trademark Rights 
In The Former Yugoslav Republic Of Macedonia 


The Ministry of Development of the former Yugoslav 
Republic of Macedonia has provided the U.S. Patent and Trade- 
mark Office with information regarding the status of industrial 
property protection within the former Yugoslav Republic of 
Macedonia. 


Following is the unedited text of the ANNOUNCEMENT 
ON THE PROTECTION OF INDUSTRIAL PROPERTY IN 
THE FORMER YUGOSLAV REPUBLIC OF MACEDONIA, 
provided in English translation by the Ministry of Development. 


“The present situation of industrial property protection in 
the former Yugoslav Republic of Macedonia is summarized 
below. 


I. Legislation 


(1) On July 14, 1993, the Industrial Property Act entered into 
force. An Office for the Protection of Industrial Property of 


U.S. PATENT AND TRADEMARK OFFICE 
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the former Yugoslav Republic of Macedonia will be set up 
within a few months. 

(2) Pending the setting-up of the said Office, applications for 
patents for inventions, utility models, industrial designs, trade- 
marks, service marks and appellations of origin may be filed 
with the Ministry of Development in order to establish a filing 
or priority date. Applications so filed will not, however, be 
processed to grant or refusal until the said Office has been 
established. 


Il. Application of International Treaties 


(3) On July 23, 1993, the former Yugoslav Republic of Mace- 
donia deposited a declaration the effect of which is that all 
those treaties administered by WIPO to which Yugoslavia was 
party continue to be applicable as far as the former Yugoslav 
Republic of Macedonia is concerned. Those treaties are: the 
Convention Establishing the World Intellectual Property Orga- 
nization, the Paris Convention for the Protection of Industrial 
Property, the Madrid Agreement Concerning the International 
Registration of Marks, the Nice Agreement Concerning the 
International Classification of Goods and Services for the Pur- 
poses of the Registration of Marks, the Locarno Agreement 
Establishing an International Classification for Industrial 
Designs and the Berne Conventon for the Protection of Literary 
and Artistic Works. 


(4) A further announcement will be made on the procedure to 
be followed to confirm the effect of international registrations 
to Rule 38 of the Regulations under the Madrid Agreement. 


Ill. Applications for Industrial Property Rights Previously 
Filed with the Former Federal Patent Office in Belgrade 
and Industrial Property Rights Granted by the Former 
Federal Patent Office in Belgrade 


(5) The applicant of any application for an industrial property 
right filed with the former Federal Patent Office in Belgrade 
prior to April 26, 1992, may file with the Office for the Protec- 
tion of Industrial Property of the former Yugoslav Republic of 
Macedonia, after its establishment and prior to July 7, 1994, 
a request that the application be further processed. 

(6) The owner of any industrial property right granted by the 
former Federal Patent Office in Belgrade and valid on July 7, 
1993, may file with the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia, after 
its establishment and prior to July 7, 1995, a request to the 
effect that the granted industrial property right be considered 
for the remaining period of its validity as an industrial property 
right granted by the Office for the Protection of Industrial 
Property of the former Yugoslav Republic of Macedonia. 


IV. Address of the Ministry of Development 


Ministry of Development 

Bote Bocevski 9 

91000 Skopje 

The former Yugoslav Republic of Macedonia 


Telephone (3891) 220 678 
Telefax (3891) 223 027 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Nov. 4, 1993 
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(262) Regarding Industrial Property 


In The Kygyz Republic 


The following notice is reprinted from the December 1993 
edition of “Industrial Property” published by the World Intellec- 
tual Property Organization, giving the status of industrial prop- 
erty protection in the Kyrgyz Republic: 
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The present situation of industrial property protection in the 
Kyrgyz Republic is summerized below. 


I. Legislation 


(1) Pending the enactment of the industrial property laws, 
the Government of the Kyrgyz Republic adopted, on August 
2, 1993, the Provisional Regulations on Industrial Property, 
which cover inventions, utility models, industrial designs and 
trademarks. It is possible, as of August 2, 1993, to file applicas- 
tions for the grant of patents for inventions and for the registra- 
tion of utility models, industrial designs and trademarks with 
the Patent Department of the State Committee on Science and 
New Technologies of the Kyrgyz Republic. 


II. Application of International Treaties 


(2) The Kyrgyz Republic intends to become party to the 
Convention Establishing the World Intellectual Property Orga- 
nization (WIPO), to the Paris Convention for the Protection of 
Industrial Property, to the Madrid Agreement Concerning the 
International Registration of Marks, to the Patent Cooperation 
Treaty (PCT) and to the Nice Agreement Concening the Interna- 
tional Classification of Goods and Services for the Purposes 
of the Registration of Marks. 

(3) Announcements will be made as soon as the Kyrgyz 
Republic becomes party to the treaties mentioned in paragraph 
(2), above, or to any other treaties administered by WIPO. 
Details will be given at that stage of the procedures to be 
followed to confirm the application to the Kyrgyz Republic of 
certain international applications under the PCT and certain 
international registrations under the Madrid Agreement. 


III. Reregistration of Industrial Property 
Titles Granted by the Patent Office of the 
Soviet Union and Further Processing of 
Pending Applications 


(4) The owner of a patent for invention, an inventor’s certificate, 
an industrial design patent or certificate granted by the Patent 
Office of the Soviet Union and still in force may file directly 
with the Patent Department of the State Committee on Science 
and New Technologies of the Kyrgyz Republic before May 1, 
1994, a request for the grant of a Kyrgyz patent for invention, 
design patent or trademark certificate. 

(5) An applicant of an application for a patent for invention, 
for an industrial design patent or for a trademark certificate filed 
before August 2, 1993, with the express or implied intention of 
obtaining protection also in the Kyrgyz Republic and pending 
with the Patent Office of the Russian Federation may file with 
Patent Department of the State Committee on Science and New 
Technologies of the Kyrgyz Republic before May 1, 1994, a 
request that the application be further processed under Kyrgyz 
legislation. 


IV. Procedural Provisions 


(6) The procedures referred to in paragraphs (1), (4) and (5) 
are subject to payment of the prescribed fees. 


V. Address of the Patent Office 


Patent Department of the State Committee on Science and New 
Technology 

87, Isanov St. 

720001 Bishkek 

Kyrgyz Republic 

Telephone: (3312) 21 54 86 

21 5494 


Facsimile: (3312) 21 25 91 
BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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International Protection of Government 
Emblems and Seals 


(263) 


Change of Intent 


The Patent and Trademark Office, Department of Commerce, 
intends to forward only the 50 State seals plus one department 
seal for each department listed in the publication “Seals and 
Other Devices in Use at the Government Printing Office” 
(“Seals”) instead of the entire publication, as indicated on page 
59366 of the Federal Register of Dec. 23, 1975. 


Since the publication had been printed in 1975, it was 
assumed that few deletions and additions would be necessary. 
However, the response to the above notice, along with some 
necessary deletions, resulted in a large number of seals in the 
publication requiring deletion. This rendered the publication 
unacceptable for submission to the World Intellectual Property 
Organization (WIPO). 


Therefore, the Patent and Trademark Office now intends to 
forward only the 50 State seals along with the departmental 
seal denoted “No. 1” for each department listed in the “Seals” 
publication. If this is not the preferred departmental or State 
seal, the department or State involved is requested to notify 
the Patent and Trademark Office by Sept. 21, 1976. This notifi- 
cation should either specify the number of the preferred seal, 
as it appears in the “Seals” publication, or provide a clear, 
black and white photograph, suitable for reproduction, of the 
preferred seal. The seal must be no larger than | 1/2 inches in 
diameter. 


These seals will then be forwarded to WIPO for protection 
under Article 6 of the Paris Convention for the Protection of 
Industrial Property. 


Address all correspondence to: Commissioner of Patents and 
Trademarks, Washington, D.C. 20231. 


C. MARSHALL DANN 
Commissioner of Patents 
and Trademarks 


Aug. 18, 1976 


Published in 41 F.R. 35741 
[950 O.G. TM 114] 


(264) Indexing Against a Recorded Assignment 

It has been the practice of the Patent and Trademark Office 
(PTO) to process requests for indexing against a recorded docu- 
ment by adding the newly requested property to the data base 
record for the previously recorded document, except if the 
previously recorded document was an assignment. The PTO 
only required a transmittal letter with the recording fee and 
not a copy of the previously recorded document to process 
the indexing request. While indexing the additional properties 
resulted in the assignment data base being updated, the indexing 
request itself was never microfilmed to become part of the 
official record. 

Effective immediately, the PTO will no longer process such 
indexing requests. Such indexing requests do not comply with 
37 CFR 3.11, 3.28, and 3.31 which require that each request 
for recordation include the document to be recorded and a 
cover sheet. Instead of filing an indexing request, a party should 
submit a cover sheet in conformance with 37 CFR 3.31, a true 
copy of the document, and the recording fee. PTO will assign 
a new recording date to that submission, update the assignment 
data base, and microfilm the cover sheet and document to 
become part of the official record. 


Nov. 3, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 
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(265) Helpful Hints 


Assignment Cover Sheets 


The Office developed PTO Form 1594, Recordation Form 
Cover Sheet (Trademarks), and PTO Form 1595, Recordation 
Form Cover Sheet (Patents), to facilitate submitting data 
required to record an assignment. The first versions of these 
forms have been available since Sept. 1992, and most assign- 
ments are now received with them. Both forms and their instruc- 
tions will be updated later this year to remove ambiguities and 
incorporate suggestions received from customers. Until the 
revisions are completed, the Office will continue to work with 
practitioners to improve the utility of the current forms. 


A practitioner recently noted that the current cover sheets 
for both patent and trademark assignments are not clear as to 
the proper entry of different execution dates (Item 3) when 
there are multiple assignors shown (Item 1). Pending redesign of 
the forms, the Office suggests when there are multiple assignors 
named in Item 1, number each assignor, and in Item 3, preface 
each execution date with the corresponding number. if all 
assignor information cannot be entered in the space provided 
for Item 1, enter “See Attached List” and proceed in the same 
manner. This will enable Assignment Branch staff to associate 
the correct date with the appropriate assignor. 


Another practitioner called to our attention the fact that 
although the forms indicate “Total number of pages comprising 
cover sheet” (Item 9), Assignment Branch staff frequently cross 
out that entry and replace it with the total number of pages 
submitted, both in cover sheets and the assignment instrument 
itself. Soon after the forms were printed, Assignment Branch 
staff found they were better able to verify document integrity 
by using the total number of pages per submission. This number 
is then used as a cross-check as the assignment moves through 
the recordation process, receives reel and frame numbers, is 
microfilmed, and returned to the customer. Pending revisions 
to the forms, the preferred procedure is to indicate the total 
number of pages submitted, both in cover sheets and the 
attached assignment. 


Additional comments or suggestions for improving either or 
both assignment cover sheets should be directed to Audrey 
Britt, Chief, Assignment Branch, at (703) 308-9706. 


Mar. 8, 1993 THERESA A. BRELSFORD 
Assistant Commissioner for 

Public Services and 

Administration 
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DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
37 CFR Parts 1, 2 and 3 
[Docket No. 910246-2140] 
RIN 0651-AA43 


(266) 


Changes in Patent and Trademark Assignment Practice 


Agency: Patent and Trademark Office, Commerce 

Action: Final Rule. 

Summary: The Patent and Trademark Office (Office) is 
amending the rules of practice regarding assignments in patent 
and trademark cases to improve and clarify the rules, to codify 
changes in practice and to consolidate the rules. The Office 
has combined the assignment rules currently in Parts | and 2 
into a new Part 3 directed to assignments. 

Effective Date: Sept. 4, 1992. These rules will be applicable 
to all documents filed with the Office on or after the effective 
date. 

For Further Information Contact: Trademark related matters: 
Lynne Beresford by telephone at (703) 305-9464 or by mail 
marked to her attention addressed to the Commissioner of 
Patents and Trademarks, Washington, D.C. 20231. 

Patent related matters: Jeffrey V. Nase by telephone at (703) 
305-9282 or by mail marked to his attention and addressed to 
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Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. 

Supplementary Information: In a Notice of Proposed Rulem- 
aking published in the Federal Register on May 10, 1991 at 
56 FR 21641 and in the Patent and Trademark Office “Official 
Gazette” of June 4, 1991 at 1127 O.G. 8-16, the Office proposed 
to amend the rules of practice in patent and trademark cases 
to revise, simplify, remove, or clarify existing assignment rules 
or to codify certain practices currently in effect. Changes were 
proposed for rules relating to the documents that will be 
recorded, to the requirements for recording a document, to the 
effect of recording, to new cover sheet requirements, to the 
appointment of domestic representatives; and to prosecution 
by assignees and issuance to assignees. While the existing rules 
do not require a cover sheet to accompany each document 
submitted for recording, typically a cover letter is submitted 
to ensure proper processing of the document. 

The Office has encouraged the public to use a cover letter 
containing specific information concerning the document being 
submitted with each document submitted for recording. See 
“Helpful Hints”, 1114 Official Gazette 77 (May 29, 1990). The 
public has adopted the suggested procedure to such an extent 
that most documents now submitted for recordation are accom- 
panied by a cover letter which contains the suggested data. 
Documents submitted with these cover letters have enabled the 
Office to greatly improve the quality and efficiency of the 
recording process. To better ensure that the correct data is 
captured in recordation and recorded promptly, the Office is 
making a cover sheet mandatory. The cover sheet will contain 
all the information necessary for the Assignment Branch to 
properly and promptly process the document. 

Written comments were submitted by 12 firms, 2 individuals, 
4 corporationsand | organization. No one testified at the oral 
hearing held on July 17, 1991. 

The following includes a brief discussion of the rules being 

changed and the reasons for those changes, a detailed section- 
by-section analysis of the final rules, and an analysis of the 
comments received in response to the notice of proposed rulem- 
aking. 
Specific Rules to be Deleted or Added: The existing rules of 
practice in Parts 1 and 2 of Title 37 of the Code of Federal 
Regulations which are deleted are §§ 1.32, 1.331, 1.332, 1.333, 
1.334, 2.185, 2.186 and 2.187. These rules are deleted in their 
entirety and rewritten and renumbered under a new Part 3. 
Table 1 is provided to assist readers in correlating previous 
rules with the new rules. 


TABLE 1 
New Section 


l 3.71 & 3.73 
l 3.11 

1 3.26 

1 3.21 

1 3.51 

1 3.56 

& 3.81 

a 3.11 

2 3.31 

2 3.26 

2 3.41 

3.61 
3.31(b) 
3.51 

3.71 & 3.73 
3.85 


2.185(a)(4) 
2.185(b) 
2.185(C) 
2.186 
2.187 


Consideration was given to moving § 1.12 (Assignment 
records open to public inspection.) to Part 3. However, since 
this section primarily relates to records maintained by the Office 
and procedures for accessing those records, and no comments 
were received regarding the placement of § 1.12, this section 
remains under the general heading “Records and Files” of the 
Patent and Trademark Office. 

Discussion of Specific Rules to be Changed or Added: Section 
1.12(a) is revised to reflect the fact that all assignment records 
related to pre-1955 trademark records and pre-1957 patent 
records were transferred to the National Archives and Records 
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Administration (NARA) during 1990. All assignments recorded 
on or after January 1, 1955, for trademarks and May 1, 1957, 
for patents continue to be maintained by the Office. The pre- 
1955/1957 records have been transferred to NARA to allow 
for greater accessibility to the public, improvement of file 
integrity for the older records, and preservation of these mate- 
rials. The pre-1955/1957 assignment cards, digest books, and 
libers were stored in four locations: the Assignment Search 
Room (ASR) at the Office, the Federal Records Center in 
Suitland, Maryland, the National Archives in downtown Wash- 
ington, D.C., and the National Archives location in Alexandria, 
Virginia. Storage of information in these various locations made 
searching of old assignment records difficult. The materials 
located at the Federal Records Center could be ordered from 
the ASR. However, many times it took months to receive the 
materials. 

All assignment records from 1837 to December 31, 1954, 
for trademarks and from 1837 to April 30, 1957, for patents 
are now maintained and are open for public inspection in the 
National Archives Research Room located at the Washington 
National Records Center Building, 4205 Suitland Road, Suit- 
land, Maryland 20746. Assignments recorded before 1837 are- 
maintained at the National Archives and _ Records 
Administration, 841 South Pickett Street, Alexandria, Virginia 
22304. 

All requests for abstracts of title continue to be provided by 
the Office upon request and payment of fees set forth in §§ 
1.19 and 2.6. Requests for copies and certified copies of the pre- 
1955 records for trademarks and pre-1957 records for patents 
should be directed to NARA since those records are not main- 
tained by the Office. Since these records are maintained by 
NARA, it is more expeditious to request copies directly from 
NARA, rather than the Office, which would then have to route 
the requests to NARA. Payment of the fees required by NARA 
should accompany all requests for copies. 

Another change makes clear that separate assignment records 
are kept for patents and trademarks, and that an extra charge 
will be imposed by the Office on requests for copies of recorded 
assignments if the correct reel and frame number are not identi- 
fied. 

Sections 1.17 and 1.46 are amended to make reference to § 
3.81, which replaces § 1.334, and delete reference to § 1.334. 
The amount of the fee for recording a document is not affected 
by this rule change. 

Section 1.104(e) is amended to make reference to Part 3, 
which replaces § 1.331, and delete reference to § 1.331. 

Section 3.1 is added to set out definitions of terms used in 
Part 3. Terms which are defined include “application,” “assign- 
ment,” “document,” “Office” (meaning Patent and Trademark 
Office), “recorded document,” and “registration.” Definitions 
are provided to make clear the intended meanings of the terms 
used in Part 3. These definitions are intended to be applicable 
only to Part 3. For example, the term “application” is defined, 
for the purpose of Part 3, to mean a national application for 
patent, an international application for patent that designates 
the United States of America, or an application to register a 
trademark, unless otherwise indicated. 

Section 3.11 replaces and modifies the practice set forth in§ 
1.331(a) and 2.185(a), which specify the documents the Office 
will record. This section specifies that assignments of patents 
and registrations will be recorded, as well as other documents 
which affect title to applications, registrations and patents. Sec- 
tion 3.11 requires that a completed cover sheet as specified in 
§§ 3.28 and 3.31 be submitted with the document to be recorded. 

Section 3.16 is added to incorporate the limitation set out 
in 15 U.S.C. § 1060 proscribing the assignment of an intent- 
to-use trademark application prior to the filing of a statement 
of use, except as a part of the sale of an on-going business. 
Because the rules in Part 3 are intended to address all rules 
relating to assignments, it is appropriate to refer to the statutory 
requirements of an assignment of an intent-to-use trademark 
application. 

Section 3.21 replaces and modifies the practice of § 1.331(c). 
Section 3.21 sets forth requirements for the identification of 
patents or patent applications in documents submitted for 
recording. An assignment relating to a patent must identify the 
patent by number. The name of the inventor, the issue date, 
and title of the invention as stated in the patent may also be 
given in the assignment to provide additional information on 
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the patent being assigned. An assignment relating to a national 
patent application must identify the national patent application 
by application number (consisting of the series code and the 
serial number, e.g., 07/123,456) or serial number and filing 
date. An assignment relating to an international patent applica- 
tion which designates the United States of America must iden- 
tify the international application number (e.g., PCT/US90/ 
01234). The name of the inventor, date of filing, and title of 
the invention as stated in the patent application may also be 
given in the assignment. If an assignment is executed concur- 
rently with, or subsequent to, the execution of the patent applica- 
tion, but before the patent application is filed, it must identify 
the patent application by its date of execution, name of each 
inventor, and title of the invention so that there can be no 
mistake as to the patent application intended. Assignments 
submitted for recording that do not identify the patent or patent 
application as required by this section will not be recorded, but 
will be returned to the correspondence address that is required to 
be provided on the cover sheet by § 3.31(e). 

Section 3.24 is added to set out formal document require- 
ments to facilitate and expedite the recording process. This 
section requires that documents, either the original or a true 
copy of the original, submitted for recording be legible, using 
only one side of each page. The paper used should be flexible, 
white, durable, and preferably no larger than 21.6 x 33.1 cm. 
(8 x 14 inches), with a 2.5 cm. (one-inch) margin on all sides. 
Documents submitted in this form are camera-ready and can be 
recorded expeditiously with little additional handling required. 
Documents that fail to meet the legibility and single-sided paper 
requirements of this section will be returned as set forth in 
3.51. 

Section 3.26 replaces and modifies the practice of §§ 1.331(b) 
and 2.185(a)(2). Section 3.26 provides that the Office will 
accept and record non-English documents provided they are 
accompanied by a verified English translation signed by the 
translator. Documents submitted that fail to meet the require- 
ments of this section will be returned as set forth in § 3.51. 

Section 3.27 is added to set out how documents submitted 
for recording should be addressed to the Office. To ensure 
prompt and proper processing, documents and their cover sheets 
should be addressed to the Commissioner of Patents and Trade- 
marks, Box Assignments, Washington, D.C. 20231, unless they 
are filed together with new applications or with a petition under 
§ 3.81(b). Petitions under § 3.81(b) should be addressed to the 
Commissioner of Patents and Trademarks, Box DAC, Wash- 
ington, D.C. 20231. New applications and other petitions should 
be addressed to the Commissioner of Patents and Trademarks, 
Washington, D.C. 20231. 

Section 3.28 is added to set out the requirement that all 
documents submitted to the Office for recording be accompa- 
nied by at least one coversheet referring either to the patent 
applications and patents or to the trademark applications and 
registrations against which the document is to be recorded. 
Only one set of documents and cover sheets to be recorded 
should be filed. If a document to be recorded includes interests 
in, or transactions involving, both patents and trademarks, sepa- 
rate patent and trademark coversheets must be submitted. If a 
document to be recorded is not accompanied by a completed 
cover sheet, the document and any incomplete cover sheet will 
bereturned to the correspondence address for proper completion 
of the cover sheet and resubmission of the cover sheet and 
document. While the previous rules did not require a cover 
sheet to accompany each document submitted for recording, 
typically a cover letter is submitted to ensure proper processing 
of the document. The Office is making a cover sheet mandatory 
in order to betterensure prompt and proper processing of all 
documents submitted for recording. The cover sheet contains 
all the information necessary for the Office toprocess the docu- 
ment. 

Section 3.31 is added to set out the formal requirements 
of the cover sheet. Section 3.31 requires that each patent or 
trademark cover sheet must contain (1) the name of the party 
conveying the interest; (2) the name and address of the party 
receiving the interest; (3) a brief description of the interest 
conveyed or transaction to be recorded (e.g., assignment, 
license, change of name, merger, security agreement, etc.); (4) 
each application number, patent number or registration number 
against which the document is to be recorded, or an indication 
that the document is filed together with a patent application; 
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(5) the name and address of the party to whom correspondence 
concerning the document to be recorded should be mailed; (6) 
the number of applications, patents or registrations identified 
in the cover sheet and the total fee; (7) the date the document 
was executed; (8) an indication that the assignee of a trademark 
application or registration who is not domiciled in the United 
States has designated a domestic representative; (9) a statement 
by the party submitting the document that to the best of the 
person’s knowledge and belief, the information contained on 
the cover sheet is true and correct, and (10) the signature of 
the party submitting the document. The term “party” as used 
in this rule means the person whose name appears on the 
documents to be recorded, that person’s attorney or registered 
agent, or a corporate officer where a corporation’ s name appears 
on the document. Sample cover sheets for patent documents 
and for trademark documents are shown in Appendices A and 
B. 

Section 3.34 is added to set out the procedure to correct 
obvious errors in a recorded cover sheet. This section requires 
that if a recorded cover sheet contains an error that is apparent 
when the cover sheet is compared with the recorded document, 
the error will be corrected only if a corrected cover sheet 
is filed for recordation. The corrected cover sheet must be 
accompanied by the originally-recorded document or a copy 
of the originally-recorded document and by a new assignment 
recording fee in the appropriate amount. 

Section 3.41 replaces and consolidates practice under §§ 
1.331(a) and 2.185(a)(3) regarding recording fees. Section 3.41 
requires that all requests to record documents be accompanied 
by the appropriate fee. A fee is charged for each application, 
patent and registration identified in the cover sheet. The 
recording fee for patents and patent applications is specified 
in § 1.21(h). The recording fee for trademark registrations and 
applications is specified in § 2.6(q). 

Section 3.51 replaces and modifies the practice of §§ 1.332 
and 2.185(c). Section 3.51 sets the date of recording of a 
document as the date the document meeting the requirements 
for recording set forth in this Part is filed in the Office. A 
document which does not comply with the identification 
requirements of § 3.21 will not be recorded. For documents 
not accepted for recording, parties can petition under 37 CFR 
§§ 1.181 and 2.146(a). Other documents not meeting the 
requirements for recording, for example, a document submitted 
without a completed cover sheet, without the required fee, or 
without any required translation, will be returned for correction 
to the sender when a return address is available. The returned 
papers, stamped with the official date of receipt in the Office, 
will be accompanied by a letter indicating that if the returned 
papers are corrected and resubmitted to the Office within time 
specified in the letter, the Office will consider the original date 
of filing of the papers as the date of recording of the papers. 
Submitters can use the certificate procedure under either § 1.8 
or § 1.10 for resubmissions of returned papers if they desire 
to have the benefit of the date of deposit in the United States 
Postal Service. If the returned papers are not corrected and 
resubmitted within the specified period, the date of filing of the 
corrected papers will be considered to be the date of recording of 
the papers. Extensions of time will not be available to extend 
the specified period to resubmit the returned papers. 

Section 3.54 is added to set out the effect of recording a 
document. This section states that the recording of a document 
is not a determination by the Office of the validity of the 
document or the effect that document has on the title to an 
application, a patent, or a registration. The Office will deter- 
mine, when necessary, what effect a document has, including 
whether a party has the authority to take an action in a matter 
pending before the Office. Examples of when the Office will 
need to determine whether a party has the authority to take 
an action in a matter pending before the Office include: (1) 
prosecution by the assignee as in § 3.71; (2) consent of an 
assignee to the filing of a reissue application as provided in § 
1.172; and (3) execution of a disclaimer under § 1.321 by an 
assignee. 

Section 3.56 replaces and modifies the practice of § 1.333. 
Section 3.56 provides that an assignment, which at the time of 
its execution is conditional on a given act or event, will be 
treated by the Office as an absolute assignment. This section 
serves as notification as to how a conditional assignment will 
be treated by the Office in any proceeding requiring a determi- 
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nation of the owner of an application, patent or registration. 
Since the Office will not determine whether a condition has 
been fulfilled, the Office will treat the submission of such an 
assignment for recordation as signifying that the act or event 
has occurred. 

Section’ 3.61 replaces and modifies the practice of § 
2.185(a)(4). Section 3.61 sets forth that an assignee of a trade- 
mark application or registration not domiciled in the United 
States must designate a domestic representative in writing to 
the Office. Assignees of patent applications or patents may 
designate domestic representatives if the assignee is not residing 
in the United States. 35 U.S.C. § 293. The designation is 
required to state the name and address of a person residing 
within the United States on whom may be served process 
or notice of proceedings affecting the application, patent or 
registration or rights thereunder. 

Section 3.71 replaces and modifies the practice of §§ 1.32 
and 2.186. Section 3.71 sets forth that the assignee of record 
of the entire right, title and interest in an application for patent 
is entitled to conduct the prosecution of the patent application 
to the exclusion of the named inventor. Similarly, the assignee 
of an application for registration is entitled to conduct the prose- 
cution of the trademark application to the exclusion of the 
applicant. 

Section 3.73 is added to set out the procedure by which an 
assignee can establish the right to take action in an application, 
patent or registration. The inventor is presumed to be the orig- 
inal owner of a patent application and any patent that may 
issue therefrom, unless there is an assignment. The original 
applicant is presumed to be the original owner of a trademark 
application and any registration that may issue therefrom, unless 
there is an assignment. Any action before the Office with respect 
to an assigned patent application, patent, or reexamination may 
be taken by the assignee of the entire right, title, and interest, 
provided ownership is established to the satisfaction of the 
Commissioner. The assignee may establish ownership by sub- 
mitting to the Office documentary evidence of a chain of title 
from the original owner to the assignee or by specifying (e.g., 
reel and frame number, etc.) where such evidence is recorded 
in the Office. Additionally, when a patent assignee is not repre- 
sented by an attorney or registered agent, a statement signed 
by the assignee must also be submitted stating the evidence 
has been reviewed and certifying that, to the best of the party’s 
knowledge and belief, title is in the party seeking to take the 
action. Documents submitted to establish ownership may be 
required to be recorded in the Office as a condition to permitting 
the requesting party to take action in a matter pending before 
the Office. Any action before the Office with respect to an 
assigned trademark registration, application or post-registration 
matter, may be taken by the assignee provided ownership is 
established to the satisfaction of the Commissioner by recording 
an assignment to the assignee or by submitting other proof of 
the assignment. 

Section 3.81 replaces and modifies the practice of § 1.334. 
Section 3.81 sets forth the procedure for issuance of a patent 
to an assignee. If an assignment of the entire right, title, and 
interest is recorded before the issue fee is paid for a patent 
application, the patent may issue in the name of the assignee. 
If the assignee holds an undivided part interest, the patent may 
issue jointly to the inventor and the assignee. At the time the 
issue fee is paid, the name of the assignee must be provided 
if the patent is to issue solely or jointly to that assignee. If the 
assignment is submitted for recording after the date of payment 
of the issue fee, but prior to issuance of the patent, the assignee 
may petition that the patent issue to the assignee. Any such 
petition must be accompanied by the fee set forth in § 1.17(i)(1). 

Section 3.85 replaces and modifies the practice of § 2.187. 
Section 3.85 sets forth the procedure for issuance of a registra- 
tion to an assignee. The certificate of registration may be issued 
to the assignee of the applicant, or in a new name of the 
applicant, provided that the party files a written request in the 
trademark application record by the time the application is 
being prepared for issuance of the certificate of registration, 
and an appropriate document is recorded in the Office. If the 
assignment or name change document has not been recorded 
in the Office, then the written request must state that the docu- 
ment has been filed for recordation. The address of the assignee 
must be made of record in the trademark application file. 





1232 OG 732 
(266) 


Response to Comments on the Rules 


The comments received in response to the notice of proposed 
rulemaking have been given careful consideration and a number 
of the suggested modifications have been adopted. The com- 
ments and responses are discussed below. 

In this discussion, “Patent and Trademark Office” is abbrevi- 
ated as “Office” or “PTO”. 

Comment: Two comments were received addressed to the 
overall rule package. One comment expressed concern over 
the potential confusion of instituting a new Part 3. It was 
suggested that Parts 1 and 2 be amended to contain the necessary 
changes. Another comment was concerned that the rules and 
specifically the new cover sheet requirement would impede 
promptness and accuracy of the recordation process. 

Response: The Office has determined that the new rules will 
result in greater efficiency and accuracy in the recordation 
process and improve the integrity of the records maintained by 
the PTO. Further, the PTO believes that a new Part 3, containing 
all rules relating to assignments, will be beneficial to the 
majority of patent and trademark system users. 

Comment: Section 3.1 was proposed to define “application” 
as an application for patent or an application to register a 
trademark. One comment questioned whether international 
applications filed under the Patent Cooperation Treaty were 
included in the definition of the word “application.” 

Two comments were received concerning the definition of 
“assignment.” As proposed, § 3.1 defines “assignment” of a 
trademark in terms of a “trademark application” or “registra- 
tion.” The comments suggested that because Section 10 of the 
Trademark Act, 15 U.S.C. § 1060, speaks in terms of a “regis- 
tered mark” or a “mark for which application to register has 
been filed,” which was reflected in previous trademark rule 
2.186, the different terminology may be construed to permit 
assignment of a trademark without assignment of the underlying 
goodwill. 

Response: The wording of § 3.1 has been changed to include 
both national applications for patent and international applica- 
tions that designate the United States in the term “application.” 

Also to avoid any potential confusion over the definition of 
a trademark assignment, the Office adopted the suggestion to 
reflect Section 10 of the Trademark Act and to refer to a 
“registered mark” or a “mark for which application to register 
has been filed” in its definition of assignment. 

Comment: As proposed, § 3.16 provides that an application 
to register a mark under 15 U.S.C. § 1051(b) cannot be assigned 
before a statement of use is filed except to a successor to 
an ongoing business of the original applicant. One comment 
suggested § 3.16 be further amended to correct a legislative 
oversight and permit assignment of the application after an 
amendment to allege use is filed. 

One other comment suggested the PTO define the statutory 
language “successor to the business of the applicant.” 

Response: As proposed, Rule 3.16 merely restates the statute. 
To permit the filing of an assignment to a successor to an on- 
going business before an amendment to allege use has been 
filed would make the rule inconsistent with the statute. 

As to the definition of “successor to the business of the 
applicant,” it has been determined that in the absence of any 
statutory definition, it is better left to case law to establish the 
meaning. A business, or portion thereof, can be transferred or 
assigned in a variety of ways, and the question of valid owner- 
ship might arise in a variety of circumstances. For the PTO to 
define what constitutes a successor may be duly restrictive. 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.21, as proposed, provides that an assign- 
ment of a patent or patent application must be identified by 
number. One comment requested a further amendment to allow 
the filing of a patent assignment after filing an application for 
patent but before knowing the application number by allowing 
identification by the execution date, inventors and title of the 
invention instead of the application number. 

Another comment suggested that assignments relating to 
trademark applications and registrations should also be required 
to have the identifying serial and registration numbers within 
the body of the assignment document. 
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One comment questioned whether the patent identification 
number was required in the document or whether the number 
could just appear on the cover sheet. 

Response: Providing the identifying number in the assign- 
ment document allows for greater efficiency and accuracy in 
recording assignments. However, unlike patents, trademarks 
can have an indefinite life. Assignments may be recorded years 
after an assignment has occurred to clear up the chain of title. 
It may not be possible to execute a new assignment to include 
identifying numbers in the document years later. Accordingly, 
it is preferable for the PTO to be more flexible in recording 
trademark assignments which may contain the identifying 
number in the cover sheet rather than in the document itself. 
Because of the nature of a patent, less flexibility is permitted. 
Patent rights, unlike trademark rights, do not exist apart from 
the issued patent. Accordingly, when an interest in a patent 
is transferred, the patent identifying number must be in the 
assignment document. This requirement only applies to assign- 
ments, not to documents other than assignments. 

The PTO makes every effort to provide applicants with the 
application numbers for newly-filed patent applications as soon 
as possible. It is suggested, however, that assignment docu- 
ments may be written to allow entry of the identifying number 
after the execution of the assignment. An example of acceptable 
wording is: “I hereby authorize and request my attorney, (Insert 
name), of (Insert address), to insert here in parentheses (Appli- 
cation number. filed) the filing date and application 
number of said application when known.” 

Accordingly, the suggested modifications have not been 
adopted. 

Comment: Section 3.24, as proposed, provides the formal 
requirements for the documents which are to be recorded and 
the cover sheet. Three comments stated that the one-side only 
requirement was unreasonable in light of PTO’s issuance of 
two-sided patent and trademark copies and of the practices of 
other governments and corporations over which the submitter 
would have no control. 

One comment requested clarification of “bond weight paper” 
and suggested the language used in the rules setting out drawing 
requirements be adopted. 

One comment stated that the document size requirements 
should only pertain to documents prepared and executed by 
parties who wish to convey title. 

Two comments questioned whether the PTO would permit 
the filing of copies or true copies in lieu of the original docu- 
ments for recording. 

Response: The formal requirements set out in § 3.24 are 
related to PTO’s ability to capture on film papers filed with 
the PTO. The requirements are not related to the other printing 
or photocopying services PTO provides. Micrographics repro- 
duction requires that only one side of each page be used for 
efficiency. If the original document is two-sided or the wrong 
size, the practitioner can comply with this requirement by pro- 
viding a true copy of the original document using only one 
side of each page on the correct size paper. The language in 
§ 3.24 has been changed to clarify that true copies or originals 
are acceptable. Further, the language describing the type of 
paper to be used has been changed to be consistent with the 
drawing requirement rules. 

Comment: Section 3.28, as proposed, provides that all 
requests to record a document must be accompanied by the 
document to be recorded and at least one cover sheet. One 
comment expressed confusion over whether the document must 
be accompanied by a cover letter as well as a request for 
recording. One comment stated the requirement for a cover 
sheet did not help the PTO with the documents which are filed 
with applications and the commenter did not see the need 
for an additional paper included among the papers for a new 
application. 

Response: The first sentence has been rewritten to clarify 
that only the document and a cover sheet(s) must be submitted. 
A separate request for recording is not required or needed. 
Because the cover sheet provides all pertinent information in 
one place, it will greatly assist the processing of assignments 
by the PTO. For those applications which are filed with an 
assignment, the additional cover sheet required for the assign- 
ment aids the processing of the assignment. 

Comment: Numerous comments were received on the pro- 
posed cover sheet requirements of § 3.31. One comment ques- 
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tions whether the form or the contents of the form are being 
required and cautioned that the cover sheet should not become 
a technical obstacle to recordation. 

Two comments claimed the cover sheet requirement would 
be burdensome and the documents recorded should speak for 
themselves. 

Two comments objected to the requirement for the character- 
ization of the interest being conveyed. One of the commentors 
indicated it was not the best evidence of what the interest is 
and may be misleading while the second comment or was 
concerned practitioners would be subject to malpractice claims 
and be made parties to litigation involving the transfer. 

One comment stated that requiring the assignee’s address 
was burdensome and excessive. Three comments questioned 
the lack of consistency between proposed subsections (a) and 
(b) of § 3.31 which requires only the name of the conveyor 
but both the name and address of the receiver. 

Two comments stated that the language of the rule was 
unclear as to whether the list of properties within the assignment 
document should be retyped on the cover sheet, which would 
be burdensome and fraught with potential errors. 

One comment was received suggesting that properties be 
identified with as much information as possible (i.e., serial 
number, patent number, filing date, inventors, etc.). 

Four comments stated that the requirement for an execution 
date of the document is excessive and burdensome. One of the 
comments stated that the execution date may not be as important 
as the effective date of the document. One suggested the effec- 
tive date would be more accurate and another suggested the 
document should speak for itself. One additional comment 
stated that a nunc pro tunc assignment of the substantive rights 
of an assignee or assignor may be unduly affected by the 
requirement for recitation of the execution date. 

Nine comments were received objecting to the language of 
the proposed verification. Some comments recommended that 
the verification statement be deleted. Other comments recom- 
mended that the verification statement be based on “information 
and belief.” The comments indicated (1) practitioners did not 
want to be held responsible for the information entered on the 
cover sheet, (2) there was no purpose served by signing the 
cover sheet because the documents should speak for themselves 
and (3) under 37 C.F.R. § 10.18, a registered practitioner’s 
signature indicates that the filing is correct. 

One comment suggested that proposed § 3.31(i) does not 
recognize the right of some non-lawyers to practice in trademark 
matters before the PTO. 

Additionally, many comments and suggestions were received 
on the layout of the sample cover sheets. 

Response: The proposed purpose of the cover sheet is to 
provide a synopsis of the vital information contained in a 
recorded document. The cover sheet form itself is not required, 
only the information outlined in § 3.31 is required. Use of the 
sample cover sheet formats appearing as Appendices A and B 
to the rule package is encouraged. The Office will make paper 
copies of the sample cover sheets available for customer use. 
Persons wishing to obtain paper copies of the sample cover 
sheets should contact the Public Service Center at (703) 305- 
HELP. Questions regarding the sample cover sheets should be 
directed to the Assignment and Certification Services Division 
at (703) 308-9700. 

As indicated in the proposed rule package, a majority of 
documents presently filed for recording are accompanied by a 
cover letter containing much of the information required in § 
3.31. The PTO does not believe standardization of the informa- 
tion submitted is an undue burden. Standardization ensures 
easy reference to all critical information. Further, the parties 
or their representatives are in a better position to know or 
ascertain the nature of the interest involved than the PTO. The 
document will always speak for itself. However, a characteriza- 
tion assists in putting others on notice as to the nature of the 
transaction. 

It was determined that a verification is not required. The 
language has been changed to a statement on the cover sheet 
based on “information and belief.” Further, § 3.31(i) has been 
divided into two paragraphs, one for the statement that is 
required and one for the signature. 

The address of the assignee or receiving party is vital infor- 
mation for maintaining complete assignment records. The orig- 
inal owner is the applicant, for which the Office has the address 
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of record. Each subsequent assignee address is then obtained 
under this requirement and is of record if the PTO or public 
needs to contact the present assignee. The execution date is 
required to determine whether an assignment has been recorded 
within three months provided in 35 U.S.C. § 261 and 15 U.S.C. 
§ 1060. 

When there is a listing of properties contained within a 
document, any listing may be copied and attached to the cover 
sheet to reduce the amount of typing necessary. A notation of 
this attachment can be made in lieu of entering every property 
identification number on the cover sheet. Should submitters 
provide information in addition to that required by § 3.31, it 
is always welcome, but not required. 

The comments received on the layout of the sample cover 
sheets have all been considered and some modifications have 
been made. However, the sample cover sheet is not required 
and it is not part of the rules. 

Comment: Section 3.34, as proposed, provides for correction 
of errors in a recorded cover sheet when the error is apparent 
by comparing the information on the cover sheet with the 
recorded document itself. One comment received expressed 
confusion regarding the correction procedure. Another com- 
ment suggested that corrections should not be limited to 
apparent errors. 

Response: The PTO will not compare the cover sheet with 
the original documents during the recording process except to 
assure that application and patent numbers are present in patent 
assignments. Otherwise, it will only check to see that the cover 
sheet is complete. When a submitter discovers an obvious error 
on the recorded cover sheet, the PTO will consider a request 
to correct it when it receives: (1) the original recorded document 
(or a copy); (2) a corrected cover sheet; and (3) the appropriate 
fee for each property to be corrected. The PTO will then com- 
pare the cover sheet with the document to determine whether 
the error is apparent on its face. If the error is obvious, the 
corrected cover sheet will be recorded and the respective Office 
records corrected. If the error is not obvious, the procedure set 
forth in the Manual of Patent Examining Procedure, MPEP § 
323 will govern for patents and the procedure set forth in Jn 
re Abacab International Computers Ltd. (Assignee of THEC, 
Ltd.), 21 USPQ2d 1078 (Comm’r Pats. 1987), on reconsidera- 
tion, 21 USPQ2d1079 (Comm’r Pats. 1988) will govern for 
trademarks. Submitters may also petition under § 1.833 or § 
2.146 for other corrections. Typographical errors made by the 
Office will be corrected without charge when brought to our 
attention. 

Accordingly, the suggested modification has not been 
adopted. The rule has only been changed to correct a cross 
reference. 

Comment: As proposed, § 3.51 provides that the date of 
recording is the date all of the required information is filed in the 
Office. Incomplete documents will be returned. If the returned 
documents are resubmitted timely, the document will retain 
the date on which it was received as incomplete. Two comments 
were received regarding the time period to be set by the PTO. 
One comment indicated that any delay may affect the require- 
ments of 15 U.S.C. § 1060. It was therefore recommended that 
the PTO make some type of “conditional entry” in the records 
indicating an assignment has been submitted so interested mem- 
bers of the public could ascertain that there may be an effective 
recording date. The other comment suggested the time period 
for resubmission be long enough to allow communication with 
foreign parties, but it should be no longer than six months. 

Response: After a review of the proposed rule, it was deter- 
mined that the language of § 3.51 should be clarified to reflect 
that the originally-submitted papers with the official Office 
date stamp indicating the original receipt date in the Office 
must be returned in order to retain the original date. It is the 
intent of the PTO to set the time for response at one month 
from the date of mailing of the returned documents from the 
PTO. It is believed that most correctable errors will involve 
an incomplete cover sheet or the amount of the fee submitted, 
both of which can be corrected within one month. 

Further, it is the policy of the PTO to make of record only 
those documents which meet the requirements for recording. 
It is not beneficial to cloud title to properties with potential 
transfers. 
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Comment: Section 3.56, as proposed, is a restatement of 
former § 1.333 and is made applicable to trademarks. It provides 
that an assignment which is made conditional upon a condition 
subsequent will be regarded by the Office as an absolute assign- 
ment. One comment was received inquiring as to whether § 3.56 
applied to security interests, another was received requesting a 
reference in the rules to recording of security agreements. 


Response: Section 3.56 is applicable only to assignments, 
as they are defined by § 3.1, that is, a transfer of right, title 
and interest in a patent or a trademark. A security interest or 
a security agreement is in the nature of a lien, not an assignment. 
Accordingly, § 3.56 would not apply to security interests or 
security agreements which are also recordable. It applies to 
conditional assignments because the Office has no way of 
determining whether and when conditions are satisfied and 
therefore must address this type of assignment in a uniform 
manner. The reference to the recordability of security agree- 
ments is referred to here in the final rule package. 


Comment: The second sentence of § 3.71, as proposed, pro- 
vides: “[t]he assignee of record of the entire right title and 
interest in a trademark application or registration is entitled 
to conduct the prosecution of the trademark application or 
registration to the exclusion of the original applicant or previous 
assignee.” One comment suggested, as had been recommended 
for the definitions in § 3.1, that language be adopted consistent 
with Section 10 of the Trademark Act, 15 U.S.C. § 1060, so 
there be no confusion as to what can be assigned in the trade- 
mark area and further, that the language requiring “entire right, 
title and interest” be deleted. 

Response: As was the case with the PTO’s review of § 3.1, 
the language in § 3.71 has also been modified to eliminate any 
confusion. Accordingly, § 3.71 now provides for assignments 
of registered marks or a mark for which an application for 
registration has been filed, making it consistent with § 3.1. 
While this change cannot prevent assignments from being made 
without the underlying goodwill, it may eliminate some confu- 
sion. 

Comment: Section 3.73, as proposed, provided that a full 
assignee could take any action before the Office with respect 
to the assigned application, patent, or registration provide own- 
ership is established to the satisfaction of the Commissioner. 
The rule further provided that ownership could be established 
by providing documentary evidence of the chain of title to the 
assignee. The assignee was also required to submit a verified 
statement stating the evidence had been reviewed and certifying 
to the best of the party’s belief, title is in the party seeking 
to take the action. The Office reserved the right to require 
recordation of any ownership documents. One comment sug- 
gested the procedure was too “elaborate” and “confusing” to 
permit the submitting party to act rapidly. Another comment 
suggested the Office use the language of former § 2.186 which 
only required “the assignment has been recorded or that proof 
of the assignment has been submitted” to enable action by the 
assignee. 

Another comment suggested that a simple statement identi- 
fying the documents thought to place ownership in a party 
should be sufficient. It was believed that no additional benefit 
accrued by having the party state that they believed they were 
entitled to take the action because whether or not a party can 
act is a determination the PTO must make. 


Two comments suggested that a literal reading of the rule 
would require every paper filed on behalf of an assignee be 
accompanied by a proof of ownership. One comment suggested 
it was too harsh to preclude a party from taking action in a 
trademark matter until proof of ownership is established to the 
satisfaction of the Commissioner. Rather, it was suggested that 
a party be permitted to take action once documents establishing 
ownership are filed. 

One comment received pointed to the proposed language of 
§ 3.73 providing the statement must be signed by the party or 
its attorney or agent of record which was a greater requirement 
than § 1.34(a), if that was intended. 


Another comment suggested that the proposed language be 
changed by deleting the provision that ownership must be estab- 
lished to the satisfaction of the Commissioner and substituting 
therefore “provided the assignee is owner of the entire right, 
title, and interest in the patent application, patent, registered- 
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mark or mark for which an application for registration has been 
filed.” 

One final comment suggested that § 3.73 be changed to 
specifically set forth that it applied to secure Office acceptance 
of a Section 8 or 15 affidavit or a Section 9 application, 15 
U.S.C. §§ 1058, 1059, for trademark filings, and requested 
examples of the types of documents necessary to establish 
ownership. 

Response: Ownership need only be established the first time 
the new party wants to act in patent and trademark cases, 
provided the appropriate documents are recorded. Section 
3.73(b) is modified to provide that a statement of ownership 
need only be provided when a patent assignee wishes to act 
on a matter. For patents, the PTO believes it is appropriate 
for the patent assignee to review the documents it believes 
establishes its ownership prior to filing a paper signed by that 
assignee. Additionally, the statement will certify that to the 
best of the assignee’s knowledge and belief, title is in that 
assignee. This will establish, to the satisfaction of the Commis- 
sioner, that the assignee knows of no other document estab- 
lishing title in someone other than the assignee. The PTO will 
still make the determination of whether the assignee is entitled 
to take action after a review of the documents. 

For trademarks the action sought to be taken can be submitted 
simultaneously by the party. The action will be examined as 
will the claim of ownership and the party will be notified 
whether it is satisfactory. As in the past, “any action” refers 
to post-registration documents as well. 


Other Considerations 


The rule changes are in conformity with the requirements of 
the Regulatory Flexibility Act (5 U.S.C. 601 et seq.), Executive 
Orders 12291 and 12612 and the Paperwork Reduction Act of 
1980, 44 U.S.C. 3501 et seq. , 

The General Counsel of the Department of Commerce has 
certified to the Chief Counsel for Advocacy, Small Business 
Administration, that these rule changes will not have a signifi- 
cant adverse economic impact on a substantial number of small 
entities (Regulatory Flexibility Act, 5 U.S.C. 605(b)). The prin- 
cipal impact of these changes is to require that a cover sheet 
accompany each document submitted for recording. The rule 
change includes no additional or increased fees. Substantive 
rights to use trademarks and patents are not adversely affected. 

The Office has determined that these rule changes are not 
a major rule under Executive Order 12291. The annual effect 
on the economy will be less than $100 million. Because most 
of the changes reduce procedural burdens, there will be no 
major increase in costs or prices for consumers; individual 
industries; Federal, state or local government agencies; or geo- 
graphic regions. There will be no significant adverse effects 
on competition, employment, investment, productivity, or inno- 
vation, or on the ability of United States-based enterprises to 
compete with foreign-based enterprises in domestic or export 
markets. 

These rule changes contain a collection-of-information 
requirement subject to the Paperwork Reduction Act of 1980, 
44 U.S.C. 3501 et seq. The rule changes add a requirement for 
acover sheet to be submitted with each document to be recorded 
that will expedite the recording process and improve quality. 
This collection of information requirement is cleared under 
OMB Control No. 0651-0011. The public reporting burden for 
this requirement is estimated to be one-half hour per filing, 
including the time for reviewing instructions, searching exis- 
ting data sources, gathering and maintaining the data needed, 
and completing and reviewing the collections of information. 

The Office has also determined that this notice has no Feder- 
alism implications affecting the relationship between the 
National Government and the States as outlined in Executive 
Order 12612. 


List of Subjects 


37 CFR Part 1 


Administrative practice and procedure, Courts, Freedom of 
information, Inventions and patents, Reporting and record- 
keeping requirement. 
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37 CFR Part 2 


Administrative practice and procedure, Courts, Lawyers, 
Trademarks. 


37 CFR Part 3 


Administrative practice and procedure, Inventions and 
patents,. Trademarks, Reporting and recordkeeping require- 
ment. 


For the reasons set out in the preamble and pursuant to the 
authority contained in 15 U.S.C. 1123 and 35 U.S.C. 6, parts 
1, 2 and 3 of title 37 of the Code of Federal Regulations are 
amended as set forth below. 


PART I - RULES OF PRACTICE IN PATENT CASES 


1. The authority citation for 37 CFR Part 1 would continue 
to read as follows: 


Authority: 35 U.S.C. 6, unless otherwise noted. 


2. Section 1.12 paragraphs (a) and (d) are revised to read as 
follows: 


§ 1.12 Assignment records open to public inspection. 


(a) (1) Separate assignment records are maintained in the 
Patent and Trademark Office for patents and trademarks. The 
assignment records, relating to original or reissue patents, 
including digests and indexes, for assignments recorded on or 
after May 1, 1957, and assignment records relating to pending 
or abandoned trademark applications and to trademark registra- 
tions, for assignments recorded on or after January 1, 1955, 
are open to public inspection at the Patent and Trademark 
Office, and copies of those assignment records may be obtained 
upon request and payment of the fee set forth in §§ 1.19 and 
2.6 of this Chapter. 

(2) All records of assignments of patents recorded before 
May 1, 1957, and all records of trademark assignments recorded 
before January 1, 1955, are maintained by the National Archives 
and Records Administration (NARA). The records are open to 
public inspection. Certified and uncertified copies of those 
assignment records are provided by NARA upon request and 
payment of the fees required by NARA. 


KKK 


(d) An order for a copy of an assignment or other document 
should identify the reel and frame number where the assignment 
or document is recorded. If a document is identified without 
specifying its correct reel and frame, an extra charge as set 
forth in § 1.21(j) will be made for the time consumed in making 
a search for such assignment. 


3. Section 1.17 is amended by revising paragraph (i)(1) to 
read as follows: 


§ 1.17 Patent application processing fees. 


KK 


(i)(1) For filing a petition to the Commissioner under a 
section of this part listed below which refers to this para- 


.12 — for access to an assignment record. 

.14 — for access to an application. 

.53 — to accord a filing date. 

.55 — for entry of late priority papers. 

.60 — to accord a filing date. 

.62 — to accord a filing date. 

03 — to suspend action in application. 

77 — for divisional reissues to issue separately. 
12 — for amendment after payment of issue fee. 
13 — to withdraw an application from issue. 

14 — to defer issuance of a patent. 

666(b) — for access to interference settlement agreement. 


a 
1 
a 
J 
a 
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§ 3.81 — for patent to issue to assignee, assignment submitted 
after payment of the issue fee. 


ok KK 


4. Section 1.32 is removed and reserved. 
1.32 [Reserved] 

5. Section 1.46 is revised to read as follows: 
§ 1.46 Assigned inventions and patents. 


In case the whole or a part interest in the invention or in 
the patent to be issued is assigned, the application must still 
be made or authorized to be made, and an oath or declaration 
signed, by the inventor or one of the persons mentioned in §§ 
1.42, 1.43, or 1.47. However, the patent may be issued to the 
assignee or jointly to the inventor and the assignee as provided 
in § 3.81. 


6. Section 1.104 is amended by revising paragraph (e) to 
read as follows: 


§ 1.104 Nature of examination; examiner’s action. 


KKK 


(e) Co-pending applications will be considered by the exam- 
iner to be owned by, or subject to an obligation of assignment 
to, the same person if: 

(1) the application files refer to assignments recorded in the 
Patent and Trademark Office in accordance with Part 3 of this 
chapter which convey the entire rights in the applications to 
the same person or organization; or 

(2) copies of unrecorded assignments which convey the entire 
rights in the applications to the same person or organization 
are filed in each of the applications; or 

(3) an affidavit or declaration by the common owner is filed 
which states that there is common ownership and states facts 
which explain why the affiant or declarant believes there is 
common ownership; or 

(4) other evidence is submitted which establishes common 
ownership of the applications. 

In circumstances where the common owner is a corporation 
or other organization, an affidavit or declaration may be signed 
by an official of the corporation or organization empowered 
to act on behalf of the corporation or organization. 


7. The undesignated center head above § 1.331 is revised 
to read as follows: 


Arbitration Awards 
8. Sections 1.331 through 1.334 are removed and reserved. 
§§ 1.331- 1.334 [Reserved] 


Part 2 - RULES OF PRACTICE IN TRADEMARK 
CASES 


9. The authority citation for 37 CFR Part 2 continues to read 
as follows: 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6, unless otherwise 
noted. 


10. The undesignated center head § 2.185 is removed. 

11. Sections 2.185 through 2.187 are removed and reserved. 
§§ 2.185-2.187 [Reserved] 

12. Part 3 is added to read as follows: 


Part 3 - ASSIGNMENT, RECORDING AND RIGHTS 
OF ASSIGNEE 


Sec. 


3.1 Definitions 
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DOCUMENTS ELIGIBLE FOR RECORDING 


3.11 Documents which will be recorded. 
3.16 Assignability of trademarks prior to filing of use state- 
ments. 


REQUIREMENTS FOR RECORDING 

3.21 Identification of patents and patent applications. 

3.24 Formal requirements for documents and cover sheets. 

3.26 English language requirement. 

3.27 Mailing address for submitting documents to be 
recorded. 

3.28 Requests for recording. 


COVER SHEET REQUIREMENTS 


3.31 Cover sheet content. 
3.34 Correction of cover sheet errors. 


FEES 

3.41 Recording fees. 

DATE AND EFFECT OF RECORDING 
3.51 Recording date. 

3.54 Effect of recording. 

3.56 Conditional assignments. 
DOMESTIC REPRESENTATIVE 

3.61 Domestic representative. 


PROSECUTION BY ASSIGNEE 


3.71 Prosecution by assignee. 
3.73 Establishing right of assignee to prosecute. 


ISSUANCE TO ASSIGNEE 


3.81 Issue of patent to assignee. 
3.85 Issue of registration to assignee. 


Authority: 15 U.S.C. 1123; 35 U.S.C. 6. 


§ 3.1 Definitions. 


For purposes of this part, the following definitions shall 
apply: 

Application means a national application for patent, an inter- 
national application that designates the United States of 
America, or an application to register a trademark unless other- 
wise indicated. 


Assignment means a transfer by a party of all or part of its 
right, title and interest in a patent or patent application, or a 
transfer of its entire right, title and interest in a registered mark 
or a mark for which an application to register has been filed. 


Document means a document which a party requests to be 
recorded in the Office pursuant to § 3.11 and which affects 
some interest in an application, patent, or registration. 

Office means the Patent and Trademark Office. 


Recorded document means a document which has been 
recorded in the Office pursuant to § 3.11. 


Registration means a trademark registration issued by the 
Office. 


DOCUMENTS ELIGIBLE FOR RECORDING 
§ 3.11 Documents which will be recorded. 
Assignments of applications, patents, and registrations, 


accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, will be recorded in the Office. Other documents, 
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accompanied by completed cover sheets as specified in §§ 3.28 
and 3.31, affecting title to applications, patents, or registrations, 
will be recorded as provided in this Part or at the discretion 
of the Commissioner. 


§ 3.16 Assignability of trademark prior to filing of use 
statement. 


No application to register a mark under 15 U.S.C. 1051(b) 
is assignable prior to the filing of the verified statement of use 
under 15 U.S.C. 1051(d) except to a successor to the business 
of the applicant, or portion thereof, to which the mark pertains, 
if that business is ongoing and existing. 


REQUIREMENTS FOR RECORDING 
§ 3.21 Identification of patents and patent applications. 


An assignment relating to a patent must identify the patent 
by the patent number. An assignment relating to a national 
patent application must identify the national patent application 
by the application number (consisting of the series code and 
the serial number, e.g., 07/123,456) or the serial number and 
filing date. An assignment relating to an international patent 
application which designates the United States of America 
must identify the international application by the international 
application number (e.g., PCT/US90/01234). If an assignment 
is executed concurrently with, or subsequent to, the execution 
of the patent application, but before the patent application is 
filed, it must identify the patent application by its date of 
execution, name of each inventor, and title of the invention 
so that there can be no mistake as to the patent application 
intended. 


§ 3.24 Formal requirements for documents and cover 
sheets. 


The document and cover sheet must be legible. Either the 
original document or a true copy of the original document, 
may be submitted for recording. Only one side of each page 
shall be used. The paper used should be flexible, strong, white, 
non-shiny, durable, and preferably no larger than 21.6 x 33.1 
cm. (8 1/4 x 14 inches) with a 2.5 cm. (one-inch) margin on 
all sides. 


§ 3.26 English language requirement. 


The Office will accept and record non-English language 
documents only if accompanied by a verified English translation 
signed by the individual making the translation. 


§ 3.27 Mailing address for submitting documents to be 
recorded. 


Documents and cover sheets to be recorded should be 
addressed to the Commissioner of Patents and Trademarks, 
Box Assignments, Washington, D.C. 20231, unless they are 
filed together with new applications or with a petition under 
3.81(b). 


§ 3.28 Requests for recording. 


Each document submitted to the Office for recording must 
be accompanied by at least one cover sheet as specified in § 
3.31 referring either to those patent applications and patents, 
or to those trademark applications and registrations, against 
which the document is to be recorded. If a document to be 
recorded includes interests in, or transactions involving, both 
patents and trademarks, separate patent and trademark cover 
sheets must be submitted. Only one set of documents and cover 
sheets to be recorded should be filed. If a document to be 
recorded is not accompanied by a completed cover sheet, the 
document and any incomplete cover sheet will be returned 
pursuant to § 3.51 for proper completion of a cover sheet and 
resubmission of the document and a completed cover sheet. 


COVER SHEET REQUIREMENTS 


§ 3.31 Cover sheet content. 





Marcu 21, 2000 


(a) Each patent or trademark cover sheet required by § 3.28 
must contain: 

(1) the name of the party conveying the interest; 

(2) the name and address of the party receiving the interest; 

(3) a description of the interest conveyed or transaction 
to be recorded; 

(4) each application number, patent number or registration 
number against which the document is to be recorded, or an 
indication that the document is filed together with a patent 
application; 

(5) the name and address of the party to whom correspon- 
dence concerning the request to record the document should 
be mailed; 

(6) the number of applications, patents or registrations 
identified in the cover sheet and the total fee; 

(7) the date the document was executed; 

(8) an indication that the assignee of a trademark applica- 
tion or registration who is not domiciled in the United States 
has designated a domestic representative (see § 3.61); and 

(9) a statement by the party submitting the document that 
to the best of the person’s knowledge and belief, the information 
contained on the cover sheet is true and correct and any copy 
submitted is a true copy of the original document; and 

(10) the signature of the party submitting the document. 

(b) A cover sheet may not refer to both patents and trade- 
marks. 


§ 3.34 Correction of cover sheet errors. 


(a) An error in a cover sheet recorded pursuant to 3.11 will 
be corrected only if: 
(1) the error is apparent when the cover sheet is compared 
with the recorded document to which it pertains and 
(2) a corrected cover sheet is filed for recordation. 


(b) The corrected cover sheet must be accompanied by the 
originally recorded document or a copy of the originally 
recorded document and by the recording fee as set forth in § 
3.41. 


FEES 
§ 3.41 Recording fees. 


All requests to record documents must be accompanied by 
the appropriate fee. A fee is required for each application, 
patent and registration against which the document is recorded 
as identified in the cover sheet. The recording fee is set in § 
1.21(h) of this Chapter for patents and in § 2.6(q) of this Chapter 
for trademarks. 


DATE AND EFFECT OF RECORDING 
§ 3.51 Recording date. 


The date of recording of a document is the date the document 
meeting the requirements for recording set forth in this Part is 
filed in the Office. A document which does not comply with 
the identification requirements of § 3.21 will not be recorded. 
Documents not meeting the other requirements for recording, 
for example, a document submitted without a completed cover 
sheet or without the required fee, will be returned for correction 
to the sender where a correspondence address is available. The 
returned papers, stamped with the original date of receipt by 
the Office, will be accompanied by a letter which will indicate 
that if the returned papers are corrected and resubmitted to the 
Office within the time specified in the letter, the Office will 
consider the original date of filing of the papers as the date of 
recording of the document. The certification procedure under 
either § 1.8 or § 1.10 of this Chapter may be used for resubmis- 
sions of returned papers to have the benefit of the date of 
deposit in the United States Postal Service. If the returned 
patent was not corrected and resubmitted within the specified 
period, the date of filing of the corrected papers will be consid- 
ered to be the date of recording of the document. The specified 
period to resubmit the returned papers will not be extended. 


§ 3.54 Effect of recording. 


The recording of a document pursuant to § 3.11 is not a 
determination by the Office of the validity of the document or 
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the effect that document has on the title to an application, a 
patent, or a registration. When necessary, the Office will deter- 
mine what effect a document has, including whether a party 
has the authority to take an action in a matter pending before 
the Office. 


§ 3.56 Conditional assignments. 


Assignments which are made conditional on the performance 
of certain acts or events, such as the payment of money or other 
condition subsequent, if recorded in the Office, are regarded as 
absolute assignments for Office purposes until cancelled with 
the written consent of all parties or by the decree of a court of 
competent jurisdiction. The Office does not determine whether 
such conditions have been fulfilled. 


DOMESTIC REPRESENTATIVE 


§ 3.61 Domestic representative. 


If the assignee of a trademark application or registration is 
not domiciled in the United States, the assignee must designate, 
in writing to the Office, a domestic representative. An assignee 
of a patent application or patent may designate a domestic 
representative if the assignee is not residing in the United States. 
The designation shall state the name and address of a person 
residing within the United States on whom may be served 
process or notice of proceedings affecting the application, 
patent or registration or rights thereunder. 


PROSECUTION BY ASSIGNEE 
§ 3.71 Prosecution by assignee. 


The assignee of record of the entire right, title and interest 
in an application for patent is entitled to conduct the prosecution 
of the patent application to the exclusion of the named inventor 
or previous assignee. The assignee of a registered trademark 
or a trademark for which an application to register has been 
filed is entitled to conduct the prosecution of the trademark 
application or registration to the exclusion of the original appli- 
cant or previous assignee. 


§ 3.73 Establishing right of assignee to prosecute. 


(a) The inventor is presumed to be the owner of a patent 
application, and any patent that may issue therefrom, unless 
there is an assignment. The original applicant is presumed to 
be the owner of a trademark application unless there is an 
assignment. 

(b) When the assignee of the entire right, title and interest 
seeks to take action in a matter before the Office with respect 
to a patent application, trademark application, patent, registra- 
tion, or reexamination proceeding, the assignee must establish 
its ownership of the property to the satisfaction of the Commis- 
sioner. Ownership is established by submitting to the Office 
documentary evidence of a chain of title from the original 
owner to the assignee or by specifying (e.g. reel and frame 
number, etc.) where such evidence is recorded in the Office. 
Documents submitted to establish ownership may be required 
to be recorded as a condition to permitting the assignee to take 
action in a matter pending before the Office. In addition, the 
assignee of a patent application or patent must submit a state- 
ment specifying that the evidentiary documents have been 
reviewed and certifying that, to the best of assignee’s knowl- 
edge and belief, title is in the assignee seeking to take the 
action. 


ISSUANCE TO ASSIGNEE 
§ 3.81 Issue of patent to assignee. 


(a) For a patent application, if an assignment of the entire 
right, title, and interest is recorded before the issue fee is paid, 
the patent may issue in the name of the assignee. If the assignee 
holds an undivided part interest, the patent may issue jointly 
to the inventor and the assignee. At the time the issue fee is 
paid, the name of the assignee must be provided if the patent 
is to issue solely or jointly to that assignee. 
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(b) If the assignment is submitted for recording after the 
date of payment of the issue fee, but prior to issuance of the 
patent, the assignee may petition that the patent issue to the 
assignee. Any such petition must be accompanied by the fee 
set forth in 1.17(i)(1) of this Chapter. 


§ 3.85 Issue of registration to assignee. 


The certificate of registration may be issued to the assignee 
of the applicant, or in a new name of the applicant, provided 
that the party files a written request in the trademark application 
by the time the application is being prepared for issuance of 
the certificate of registration, and the appropriate document 
is recorded in the Office. If the assignment or name change 
document has not been recorded in the Office, then the written 
request must state that the document has been filed for recorda- 
tion. The address of the assignee must be made of record in 
the application file. 


DOUGLAS B. COMER 

Acting Assistant Secretary and 
Acting Commissioner of Patents 
and Trademarks 


June 24, 1992 


[1140 TMOG 53] 


(267) Recording of “Territorial Assignments” 
in the Assignment Division of the Patent 


and Trademark Office 


It has been the practice of the Assignment Division for 
many years to refuse to record “territorial assignments,” that 
is, assignments purporting to transfer rights in a trademark 
registration (not a concurrent use registration) for less than 
the entire United States. Hereinafter, such documents will be 
recorded as long as the requirements of the Rules of Practice 
are met by the documents submitted. 


The Office is not addressing the validity or effect of such 
documents by recording same, but is merely recognizing that 
such transfers may affect title to a registered mark and therefore 
ought to be recorded. At the time a Section 8 affidavit or 
declaration or an application for renewal is filed, the Examiner 
of Trademarks will consider the effect of such a document. 


BERNARD A. MEANY 
Assistant Commissioner 
for Trademarks 


Oct. 7, 1977 


[964 TMOG 8] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Soliciting Applications for Membership on the 
Public Advisory Committee for Trademark Affairs 


(268) 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice. 


SUMMARY: The Patent and Trademark Office is seeking five 
members fox the Public Advisory Committee for Trademark 
Affairs. Member terms would begin on January 1, 1998. A 
nmst be an organization that is representative of the intellectual 
property community, e.g., a bar group, a business organization 
or an academic institution. Organizations interested in member- 
ship should send a letter expressing that interest and containing 
the information set out in the Supplementary information to 
the Patent and Trademark Office. 


DATES: Submit applications on or before January 8, 1998. 


ADDRESSES: Mail letters of request to participate in the 
Public Advisory Committee for Trademark Affairs to The Hon- 
orable Bruce A. Lehman, Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks, United States 
Patent and Trademark Office, Washington, DC 20231. 
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FOR FURTHER INFORMATION CONTACT: David E 
Bucher, Deputy Commmissioner for Trademark Policy and 
Projects, at (703) 308-9100, ext. 20. 


SUPPLEMENTARY INFORMATION: This Commmittee 
is chartered under the Federal Advisory Committee Act (Pub. 
L. 92-463). Its purpose has been, and continues to be, that of 
advising the Patent and Trademark Office (Office) on ways to 
increase the Office’s efficiancy and effectiveness and to provide 
a continuing flow of insights and perceptions from the private 
sector to the Office in the area of international and domestic 
trademark law. 


The Office amended the charter of the Committee in 1996 
to make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the intellectual 
Property community as a whole. Accordingly, the Commis- 
sioner will select five representative organizations from among 
intellectual property organizations, bar groups, business-related 
organizations and academia. The five organizations whose 
members’ terms will expire on December 31, 1997, are not 
precluded from responding to this notice. However, no member 
may serve more than two consecutive terms. 


Each organization’s letter to the Commissioner should 
explain the nature, size and characteristics of the organization 
and why this particular group is deserving of membership on 
this committee. 


Selection of file organizations will be based on the following 
criteria: (1) members’ familiarity, with the operations of the 
Patent and Trademark Office relating to trademarks and trade- 
mark rules, trademark practices, and the administration of the 
trademark operations; (2) members’ experience practicing 
before the Patent and Trademark Office in trademark matters; 
and (3) an indication of the organization’s interest in trademask 
practices by programs such as established committees designed 
to improve trademark operations, or legal education activities 
regarding Trademark practices. 


December 12, 1997 BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 


Cimmissioner of Patents and Trademarks 


[1205 TMOG 109] 


Department of Commerce 
Patent and Trademark Office 


Renewal and Amendment of the Charter 
of the Public Advisory Committee 
for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce. 
Action: Notice. 
Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
and amendment of the charter of the Public Advisory Com- 
mittee for Trademark Affairs is in the public interest in connec- 
tion with the performance of duties imposed on the Department 
by law. The charter was renewed on May 23, 1996. Charter 
amendments will allow the Assistant Secretary of Commerce 
and Commissioner of Patents and Trademarks (Assistant Secre- 
tary) to select organizations which are representative of the 
Intellectual Property community. Each selected organization 
will, in turn, be able to appoint a designated number of members 
to the Committee. Committee membership will be limited to 
no more than 15 members. These members will serve staggered 
3-year terms. 
Supplementary Information: The Committee was first chartered 
in January 1973 and is now being renewed and its charter 
amended. The Committee’s purpose is to advise the Patent and 
Trademark Office (Office) on ways to increase the Office’s 
efficiency and effectiveness and to provide a continuing flow 
of knowledge from the private sector to the Office in the areas 
of international and domestic trademark law. 

The Office is amending the charter of the Committee to 
make the Committee more diverse and more representative of 
trademark owners, trademark practitioners and the Intellectual 
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Property community as a whole. The Assistant Secretary will 
select representative organizations from among intellectual 
property organizations, bar groups, business-related organiza- 
tions and academia, and determine the number of Committee 
members each organization can choose. 

Allowing each representative organization to select its own 
Committee member(s) will ensure that the Committee repre- 
sents the concern of each member organization. Member will 
serve staggered three-year terms. No member may serve more 
than two consecutive terms. 

The size of the Committee is being reduced from its former 
level of 18 members to 15 members. After experience with 
both an 18-member and 15-member Committee, the smaller 
number seems to work better. 

The Committee Chair will be selected by the Assistant Secre- 
tary and will serve a one-year term. No individual may be the 
Chair for more than two consecutive terms. 

For Further Information Contact: Lynne G. Beresford at (703) 
308-8900, by fax at (703) 308-7220, or by mail marked to her 
attention and addressed to: 


Assistant Commissioner for Trademarks, 2900 Crystal Drive, 
Arlington, Virginia 22202-3513. 


Any organization which has an interest in the Committee 
should contact Ms. Beresford. A list of interested organizations 
will be maintained in the Office of the Assistant Commissioner 
for Trademarks. 


BRUCE A. LEHMAN 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


June 26, 1996 


[1188 TMOG 101] 


(270) U.S. Department of Commerce 
Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


Public Advisory Committee for Trademark Affairs 


Agency: Patent and Trademark Office, Commerce 
Action: Notice of Renewal 
Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that the renewal 
of the charter of the Public Advisory Committee for Trademark 
Affairs is in the public interest in connection with the perfor- 
mance of duties imposed on the Department by law. 
Supplementary Information: The Committee was first estab- 
lished in September 1970, and its latest renewal was signed 
on April 3, 1992. The Committee’s purpose is to advise the 
Patent and Trademark Office concerning steps which can be 
taken to increase the efficiency and effectiveness of administra- 
tion of the Trademark Act and to provide a continuing source 
of knowledge from the private sector to the Government in the 
area of international and domestic trademark law. 
Committee members are drawn from the trademark bar, busi- 
ness and industry, academia, the public at large, and users of 
the public search room, and are selected by the Assistant Secre- 
tary of Commerce and the Commissioner of Patents and Trade- 
marks to assure a balanced representation among members of 
the trademark community. The Committee will function solely 
as an advisory body, and in compliance with the provisions of 
the Federal Advisory Committee Act. 
For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 305-9464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. Department of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4299. 


April 24, 1992 HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
for Patents and Trademarks 


[1138 TMOG 58] 
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(271) U.S. DEPARTMENT OF COMMERCE 


Office of the Assistant Secretary and Commissioner 
of Patents and Trademarks 


PUBLIC ADVISORY COMMITTEE 
FOR TRADEMARK AFFAIRS 


Agency: Patent and Trademark Office, Comerce 
Action: Notice of Committee Charter Amendment 


Summary: In accordance with the provisions of the Federal 
Advisory Committee Act, 5 U.S.C. App. (1976), and after 
consultation with GSA, it has been determined that an amend- 
ment of the charter of the Public Advisory Committee for 
Trademark Affairs is in the public interest in connection with 
the performance of duties imposed on the Department by law. 
The charter amendment was signed on December 3, 1990. 


The charter has been amended as follows to: (1) broaden the 
topics that the Committee may address to include international 
trademark law, (2) allow the membership of the Committee to 
be drawn from a wider range of the trademark community 
rather than soley from the regular, associate and supplementary 
membership of the United States Trademark Association 
(USTA), (3) increase the number of members on the Committee 
fron 15 to 18, (4) provide for the direct selection of the members 
and appointment of the chairman of the Committee by the 
Assistant Secretary and Commissioner of Patents and Trade- 
marks rather than by the president of the USTA, and (5) set 
the term of membership at two years. 


For Further Information Contact: Lynne Beresford, Committee 
Control Officer, Office of the Assistant Commissioner for 
Trademarks, U.S. Patent and Trademark Office, Washington, 
D.C. 20231, telephone: (703) 557-7464, or Jan Jivatodi, Com- 
mittee Management Analyst, U.S. Department of Commerce, 
Washington, D.C. 20230, telephone: (202) 377-4217. 


Supplementary Information: The Committee was first estab- 
lished in September 1970, and the latest charter renewal was 
signed on April 4, 1990. The charter amendment was approved 
on December 3, 1990, and provides for the following: 


(1) The amendment broadens the objectives and duties of 
the Committee to specifically embrace international trademark 
law. The previous charter permitted the Committee to advise 
the Patent and Trademark Office only on the steps which could 
be taken to increase the efficiency and effectiveness of the 
administration of the Trademark Act and to provide a continuing 
source of knowledge from the private sector to the Government. 
Given the increased interest within the trademark community 
and the Patent and Trademark Office in international trademark 
law, especially in the Madrid Protocol and harmonization, it 
is desirable that the charter refer explicitly to international 
trademark law. 


(2) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that the membership of advisory committees be “fairly 
balanced in terms of the points of view represented...” The 
amendment furthers that goal by permitting the membership 
to be drawn from a wide range of the trademark community 
including users of the public search room, academia, members 
of the public at large, and the business community. 


(3) The amendment increases the number of members on 
the Committee from 15 to 18. The increase was needed to permit 
additional members, from different sectors of the trademark 
community, to be added to the Committee without having to 
displace any of the current Committee members. 


(4) Section 5(b)(2) of the Federal Advisory Committee Act 
requires that “the membership be fairly balanced in terms of 
the points of view represented...” The amendment futhers that 
goal by permitting the chairman to be appointed, and the mem- 
bers of the Committee to be selected by the Assistant Secretary 
and Commissioner of Patents and Trademarks. 


(5) The charter of the Public Advisory Committee for Trade- 
mark Affairs did not set terms for members. In order to promote 
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more orderly administration of the Committee, the amendment 
sets the terms of the members at two years. Members will serve 
at the discretion of the Assistant Secretary and Commissioner 
of Patents and Trademarks. Appointements, when vacancies 
occur, shall be for the remainder of the unexpired term. 


HARRY F. MANBECK, Jr. 
Assistant Secretary and Commissioner 
of Patents and Trademarks 


Jan. 16, 1991 


[1123 TMOG 20] 


(272) Advisory Committee for Patents and 


Trademarks; Establishment 


In accordance with the provisions of the Federal Advisory 
Committee Act (5 U.S.C. App. 2.) and General Services Admin- 
istration Interim Rule on Federal Advisory Committee Manage- 
ment, 41 CFR Part 101-6, as amended, and after consultation 
with GSA, the Secretary of Commerce has determined that 
the establishment of the Advisory Committee for Patents and 
Trademarks is in the public interest in connection with the 
performance of duties imposed on the Department by law. 

1. The Committee will advise the Patent and Trademark 
Office on broad policy issues involving both patents and trade- 
marks, and the overall operation of the Office including matters 
concerning office-wide Automation programs. 

2. The Committee will consist of at least 10 but no more 
than 18 members to be appointed by the Assistant Secretary and 
Commissioner of Patents and Trademarks to assure a balanced 
representation among patent and trademark attorneys, corporate 
executives, technical research directors, inventors, the judi- 
ciary, professional patent and trademark searchers, information 
specialists and publishers, automation experts, consumer 
groups, entrepreneurs, and educators. The Committee will func- 
tion solely as an advisory body and in compliance with the 
provisions of the Federal Advisory Committee Act. Its charter 
will be filed under the Act, 15 days from the date of the 
publication of this notice. 

Interested persons are invited to submit comments regarding 
the establishment of the Advisory Committee for Patents and 
Trademarks. Such comments, as well as any inquiries, may be 
addressed to the Executive Assistant to the Assistant Secretary 
and Commissioner of Patents and Trademarks, U.S. Department 
of Commerce, Washington, D.C. 20231, phone: 703-557-3071, 
or the Department’s Committee Management Analyst, phone: 
202-377-4217. 


Nov. 14, 1986 DONALD J. QUIGG 
Assistant Secretary and 


Commissioner of Patents and Trademarks 


[FR Doc. 86-26451 Filed 11-21-86; 8:45 am] 
BILLING CODE 3510-16-M 
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(273) Notice of Change in the Method of 
Assigning Registration Numbers to 


Trademark Registrations 


As of October 10, 1995, in the Trademark Official Gazette 
sections titted TRADEMARK REGISTRATIONS ISSUED, 
TRADEMARK REGISTRATIONS ISSUED UNDER SEC- 
TION 1(D), and SUPPLEMENTAL REGISTER, registration 
numbers will be assigned in ascending serial number order. 
Currently registration numbers are assigned in ascending class 
order by ascending serial number inside each class, e.g., in Class 
1, Ser. No. 100,000 might be assigned Reg. No. 1,900,001; and 
in Class 42, Ser. No. 000,001 might be assigned Reg. No. 
1,903,456. Under the new system, registration numbers will 
be assigned in ascending serial number order regardless of 
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class, e.g., Ser. No. 000,001 would be assigned Reg. No. 
1,900,001; and Ser. No. 100,000 would be assigned Reg. No. 
1,903,456. 


ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
for Trademarks 


August 30, 1995 


[1179 TMOG 12] 


(274) Change in Legal Holidays 

The Commissioner’s Notice of Sept. 25, 1979, “Change in 
Legal Holidays,” is hereby rescinded in view of Public Law 
98-144, enacted Nov. 2, 1983, which amended the listing of 
legal public holidays in 5 USC § 6103. That amendment took 
effect in 1986 and added a new legal holiday relating to the 
birthday of Martin Luther King, Jr. This new holiday is desig- 
nated for the third Mon. in Jan. 

Section 6103, as amended, reads as follows: 


New Year’s Day, Jan. 1 

Birthday of Martin Luther King, Jr., the third Mon. in 
Jan. 

Washington’s Birthday, the third Mon. in Feb. 

Memorial Day, the last Mon. in May 

Independence Day, July 4 

Labor Day, the first Mon. in Sept. 

Columbus Day, the second Mon. in Oct. 

Veterans Day, Nov. 11 

Thanksgiving Day, the fourth Thurs. in Nov. 

Christmas Day, Dec. 25. 


Each of the holidays enumerated will constitute a “Federal 
holiday within the District of Columbia,” as referred to in 
Section 21, Title 35, United States Code. In accordance with 
37 CFR 1.6(a) and 1.10(a), the Patent and Trademark Office 
will not receive papers on these holidays. Actions required to 
be taken on such days may be taken on the next succeeding 
day that the Office is open for business in accordance with 37 
CFR 1.7. 


DONALD J. QUIGG 
Assistant Secretary and 
Commissioner of Patents 
and Trademarks 


July 15, 1986 


[1069 TMOG 5] 


DEPARTMENT OF COMMERCE 
Patent and Trademark Office 
[Docket No. 980326078-8078-01] 


(275) 


Request for Comments on Proposed Internet Usage Policy 


AGENCY: Patent and Trademark Office, Commerce. 
ACTION: Notice and request for public comments. 


SUMMARY: The Patent and Trademark Office (PTO) requests 
comments on a proposed Internet usage policy. The policy is 
intended to provide guidance to PTO employees regarding the 
use of the Internet for official PTO business. The policy is to 
cover (1) communications with applicants via Internet elec- 
tronic mail (e-mail) and (2) using the Internet to search for 
information concerning patent applications and elements 
appearing in trademark applications. 


DATES: Written comments on the proposed Internet usage 
policy will be accepted by the PTO until December 28, 1998. 


ADDRESSES: Written comments should be addressed to the 
attention of Magdalen Greenlief, Office of the Deputy Assistant 
Commissioner for Patent Policy and Projects. Comments sub- 
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mitted by mail should be sent to: Box Comments - Patents, 
Assistant Commissioner for Patents, Washington, D.C. 2023 
1. Comments may also be submitted by facsimile transmission 
to (703) 305-8825 or by electronic mail through the Internet 
to “magdalen.greenlief @uspto.gov”. 


Written comments will be available for public inspection in 
Suite 910 of Crystal Park 2, 2121 Crystal Drive, Arlington, 
Virginia. In addition, comments provided in machine-readable 
format will be available through the PTO’s Website at http:// 
www.uspto.gov. 


FOR FURTHER INFORMATION CONTACT: Magdalen 
Greenlief, by mail to her attention addressed to Box Comments- 
Patents, Assistant Commissioner for Patents, Washington, D.C. 
20231; by telephone at (703) 305-8813; by facsimile transmis- 
sion to (703) 305-8825; or by electronic mail through the 
Internet to “magdalen.greenlief@uspto.gov”. 


SUPPLEMENTARY INFORMATION: The Commissioner 
of Patents and Trademarks issued a Notice entitled “Interim 
Internet Usage Policy” in the Official Gazette of the United 
States Patent and Trademark Office (O.G.) on February 25, 
1997 at 1195 O.G. 89. The Notice set forth interim guidelines 
for PTO employees regarding the use of the Internet to conduct 
official PTO business. The Notice also stated that the guidelines 
are interim since the public has not had an opportunity to 
comment on them and that the PTO will publish a Notice 
in the Federal Register and the Official Gazette requesting 
comments from the public on the use of the Internet in the 
PTO’s patent and trademark examination process. Pursuant to 
the February 25, 1997 O.G. Notice, the following proposed 
Internet Usage Policy is being published for public comment. 


The Internet offers a highly effective means of identifing, 
locating, and retrieving scientific and technical information and 
also provides a means for the applicant to communicate with 
PTO employees via advanced electronic mail. Communications 
via Internet e-mail are at the discretion of the applicant. In 
view of the fact that all communications and data transmitted 
from or to applicant by the Internet may be neither encrypted 
nor secure, applicants who wish to communicate with the PTO 
on an unsecure medium such as Internet e-mail do so at their 
own risk. If an applicant wishes the PTO to communicate 
with the applicant on the unsecure medium, the applicant may 
authorize the PTO to do so by submitting a written authoriza- 
tion. Where the Internet is used to search patent applications, 
PTO employees must restrict their search operations to deter- 
mining the general state of the art. The purpose of the Internet 
usage policy is to provide guidelines for PTO employees for 
using the Internet to conduct official PTO business. 


(A) Regarding communications between PTO employees and 
applicant by electronic mail, the PTO is particularly interested 
in comments relating to the following: 


(1) Regarding communication with the Patent Organization, 
where a written authorization by the applicant has been given, 
Patent Article 5 of the proposed Internet usage policy limits 
the use of the Internet e-mail for communications other than 
those under 35 U.S.C. 132 or which othenvise require a signa- 
ture. Should such limitations be imposed? If so, what other types 
of correspondence should not be communicated via Internet e- 
mail? 


(2) What type of confirmation, if any, from the PTO would 
you like to see regarding whether the e-mail with attachments 
has been received and is readable? 


(3) Regarding communication with the Patent Organization, 
the “Interim Internet Usage Policy” published on February 25, 
1997 at 1195 O.G. 89 indicated that an express waiver under 
35 U.S.C. 122 by the applicant is required before Internet e- 
mail may be used by PTO employees to conduct official PTO 
business where sensitive data will be exchanged or where there 
exists a possibility that sensitive data could be identified. 


The reference to a waiver of 35 U.S.C. 122 has been deleted 
from the proposed Internet usage policy because it appears to 
be unnecessary. Are there any problems with the elimination 
of the waiver? 
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(4) Patent Article 7 and Trademark .Article 8 of the proposed 
Internet usage policy permits PTO employees to respond to 
applicant’s e-mail correspondence by other appropriate means 
such as telephone or by facsimile transmission. Would you 
prefer to have PTO employees respond via Internet e-mail or 
is the other appropriate means noted above acceptable? 


(5) How likely would you utilize the Internet e-mail to con- 
duct interviews under the conditions set forth in Patent Article 
8 and Trademark Article 9 of the proposed Internet usage 
policy? 


(6) In view of the fact that all communications and data 
transmitted from or to the applicant by the Internet may be 
neither encrypted nor secure, how likely and how often and 
for what purpose would you utilize the Internet e-mail to com- 
municate with PTO employees regarding a particular applica- 
tion? 


(7) Should digital signatures, digital certificates, public key/ 
private key encryption and key recovery be used for Internet 
e-mail? If so, what software(s) should PTO use? 


(B) The PTO is also interested in comments regarding 
searching and retrieving scientific and technical information 
in patent applications via the Internet, particularly comments 
relating to searching and retrieving scientific and technical 
information in patent applications which the PTO must maintain 
in confidence pursuant to 35 U.S.C. 122. 


Please submit separate comments concerning patent provis- 
ions and trademark provisions. Although comments may be 
submitted by mail or facsimile transmission, the Office prefers 
to receive comments via the Internet. Where comments are 
submitted by mail, the Office would prefer that the comments 
be submitted on a DOS formatted 3.5" disk accompanied by 
a paper copy of the comments. 


Written comments should include the following information: 
— Name and affiliation of the individual responding; 


— An indication of whether the comments offered represent 
views of the respondent’s organization or are the respondent’s 
personal views; and 


— If applicable, information on the respondent’s organiza- 
tion, including the type of organization (e.g., business, trade 
group, university, nonprofit organization). 


I. PROPOSED PATENT INTERNET USAGE POLICY 
Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance operations by 
enabling Patent Examiners to locate and retrieve new sources 
of scientific and technical information, (2) communicate more 
effectively with our customers via advanced electronic mail 
(e-mail) and file transfer functions, and (3) more easily publish 
information of interest to the intellectual property community 
and the general public. This new technology offers low-cost, 
high speed, and direct communications capabilities upon which 
the PTO wishes to capitalize. 


The organizations reporting to the Assistant Commissioner 
for Patents have special legal requirements that must be satisfied 
as part of the PTO’s goal to make effective use of the Internet. 
Because security issues concerning transmission and capture 
of search requests by unauthorized individuals have not yet 
been resolved, Patent Examiners are to exercise good judgment 
and restrict their searches to nonspecific patent application uses. 


Purpose: 
To establish a policy for use of the Internet by the Patent 
Examining Corps and other organizations within the PTO; 


To address use of the Internet to conduct interview-like 
communications and other forms of formal and informal com- 
munications; 
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To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific and technical information 
sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the patent applica- 
tion, the examining, and granting functions. 


Article 1. Applicability 


This policy applies to members of the Patent Organization 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Patent Organiza- 
tion. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief Information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-patent application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 

This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette on February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Confidentiality of Proprietary Information 


If security and confidentiality cannot be attained for a specific 
use, transaction, or activity, then that specific use, transaction, 
or activity shall NOT be undertaken/conducted. 


All use of the Internet by Patent Organization employees, 
contractors, and consultants shall be conducted in a manner 
that ensures compliance with confidentiality requirements in 
statutes, including 35 U.S.C. 122, and regulations. Where a 
written authorization is given by the applicant for the PTO to 
communicate with the applicant via Internet e-mail, communi- 
cations via Internet e-mail may be used. 


Backup, archiving, and recovery of information sent or 
received via the Internet is the responsibility of individual users. 
The OCIO does not, and will not, as a normal practice, provide 
backup and recovery services for information produced, 
retrieved, stored, or transmitted to/from the Internet. 


Article 5. Communications via the Internet and Authoriza- 
tion 


Communications via Internet e-mail are at the discretion of 
the applicant. 


Without a written authorization by applicant in place, the 
PTO will not respond via Internet e-mail to any Internet corre- 
spondence which contains information subject to the confidenti- 
ality requirement as set forth in 35 U.S.C. 122. A paper copy 
of such correspondence will be placed in the appropriate patent 
application. 


The following is a sample authorization form which may be 
used by applicant: “Recognizing that Internet communications 
are not secure, I hereby authorize the PTO to communicate 
with me concerning any subject matter of this application by 
electronic mail. I understand that a copy of these communica- 
tions will be made of record in the application file.” 
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A written authorization may be withdrawn by filing a signed 
paper clearly identifying the original authorization. The fol- 
lowing is a sample form which may be used by applicant to 
withdraw the authorization: 


“The authorization given on to the PTO to com- 
municate with me via the Internet is hereby withdrawn. I under- 
stand that the withdrawal is effective when approved rather 
than when received.” 


Where a written authorization is given by the applicant, 
communications via Internet e-mail, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be 
used. In such case, a printed copy of the Internet e-mail commu- 
nications MUST be given a paper number, entered into the 
Patent Application Location and Monitoring System (PALM) 
and entered in the patent application file. A reply to an Office 
action may NOT be communicated by applicant to the PTO 
via Internet e-mail. If such a reply is submitted by applicant 
via Internet e-mail, a paper copy will be placed in the appro- 
priate patent application file with an indication that the reply 
is NOT ENTERED. 


PTO employees are NOT permitted to initiate communica- 
tions with applicant via Internet e-mail unless there is a written 
authorization of record in the patent application by the appli- 
cant. 


All reissue applications are open to public inspection under 
37 CFR 1.1 I(a) and all papers relating to a reexamination 
proceeding which have been entered of record in the patent or 
reexamination file are open to public inspection under 37 CFR 
1.1 1(d). PTO employees are NOT permitted to initiate commu- 
nications with applicant in a reissue application or a patentee 
of a reexamination proceeding via Internet e-mail unless written 
authorization is given by the applicant or patentee. 


Article 6. Authentication of Sender by a Patent Organiza- 
tion Recipient 


The misrepresentation of a sender’s identity (i.e., spoofing) 
is a known risk when using electronic communications. There- 
fore, Patent Organization users have an obligation to be aware 
of this risk and conduct their Internet activities in compliance 
with established procedures. 


Internet e-mail must be initiated by a registered practitioner, 
or an applicant in a pro se application, and sufficient informa- 
tion must be provided to show representative capacity in com- 
pliance with 37 CFR 1.34. Examples of such information 
include the attorney registration number, attorney docket 
number, and patent application number. 


Article 7. Use of Electronic Mail Services 


Once e-mail correspondence has been received from the 
applicant, as set forth in Patent Article 4, such correspondence 
must be responded to appropriately. The Patent Examiner may 
respond to an applicant’s e-mail correspondence by telephone, 
fax, or other appropriate means. 


Article 8. Interviews 


Internet e-mail shall NOT be used to conduct an exchange 
or communications similar to those exchanged during telephone 
or personal interviews unless a written authorization has been 
given under Patent Article 5 to use Internet e-mail. In such 
cases, a paper copy of the Internet e-mail contents MUST be 
made and placed in the patent application file as required by 
the Federal Records Act in the same manner as an Examiner 
Interview Summary Form is entered. 


Article 9. Internet Searching 


The ultimate responsibility for formulating individual search 
strategies lies with individual Patent Examiners, Scientific and 
Technical Information Center (STIC) staff, and anyone charged 
with protecting proprietary application data. When the Internet 
is used to search, browse, or retrieve information relating to a 
patent application, other than a reissue application or reexami- 
nation proceeding, Patent Organization users MUST restrict 





Marcu 21, 2000 


search queries to the general state of the art. Internet search, 
browse, or retrieval activities that could disclose proprietary 
information directed to a specific application, other than a 
reissue application or reexamination proceeding, are NOT per- 
mitted. 


This policy also applies to use of the Internet as a communica- 
tions medium for connecting to commercial database providers. 


Article 10. Documenting Search Strategies 


All Patent Organization users of the Internet for patent appli- 
cation searches shall document their search strategies in accor- 
dance with established practices and procedures as set forth in 
MPEP 719.05 subsection (B)(6). 


Article 11. Citations 


All Patent Organization users of the Internet for patent appli- 
cation searches shall record their fields of search and search 
results in accordance with established practices and procedures 
as set forth in MPEP 719.05 subsection (B)(6). 


Subparagraph A. 


Internet document citations should include information 
which is normally included for reference documents (1.e., Form 
PTO-892). In addition, any information which would aid a 
future searcher in locating the document should be included 
in the citation. Guidelines for citing electronic information can 
be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Patent Examiner or STIC staff shall pursue 
the acquisition of a copy of the originally published document 
or an original of the document or Web object in question for 


all references cited. Note: scanned images are considered to 
be a copy of the original publication. Electronic-only documents 
are original publications. 


Article 12. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments in all art areas. For example, use of 
the Internet for keeping abreast of conferences, seminars, and 
for receiving mail from appropriate list servers is acceptable. 


Article 13. Policy Guidance and Clarifications 


Within the Patent Organization, any questions regarding 
Internet usage policy should be directed to the user’s immediate 
supervisor. Non-PTO personnel should direct their questions 
to the Office of the Deputy Assistant Commissioner for Patent 
Policy and Projects. 


Il. PROPOSED TRADEMARK INTERNET USAGE 
POLICY 


Introduction: 


The Internet and its offspring, the World Wide Web (WWW), 
offer the PTO opportunities to (1) enhance customer services by 
enabling attorney advisors (Trademarks) and other Trademark 
employees to locate and retrieve new sources of legal, scientific, 
commercial and technical information, (2) communicate more 
effectively with customers via electronic mail (e-mail) and file 
transfer functions, and (3) more easily publish information of 
interest to the intellectual property community and the general 
public. 


This new technology offers low-cost, high speed, direct com- 
munication capabilities that the PTO wishes to leverage to the 
advantage of its customers. The organizations reporting to the 
Assistant Commissioner for Trademarks have special legal 
requirements that must be satisfied as part of the PTO’s goal 
to make effective use of the Internet and electronic commerce. 
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Purpose: 


To establish a policy for use of the Internet by organizations 
reporting to the Assistant Commissioner for Trademarks, 
including: the Office of the Assistant Commissioner for Trade- 
marks, the Trademark Examining Operation, Trademark Ser- 
vices, Trademark Program Control and the Trademark 
Assistance Center; 


To address use of the Internet to conduct interview-like 
communications, and other forms of formal and informal com- 
munications; 


To publish guidelines for locating, retrieving, citing, and 
properly documenting scientific, commercial and technical 
information sources on the Internet; 


To inform the public how the PTO intends to use the Internet; 
and 


To establish a flexible Internet policy framework which can 
be modified, enhanced, and corrected as the PTO, the public, 
and customers learn to use, and subsequently integrate, new 
and emerging Internet technology into existing business infra- 
structures and everyday activities to improve the trademark 
application, examination, and registration business processes. 


Article 1. Applicability 


This policy applies to members of the Trademark Organiza- 
tion reporting to the Assistant Commissioner for Trademarks 
within the PTO, including contractors and consultants working 
with, or conducting activities in support of, the Trademark 
Organization. It does not apply to members of the Trademark 
Trial and Appeal Board or contractors and consultants working 
with, or conducting activities in support of, the Trademark Trial 
and Appeal Board. 


Article 2. Scope 


This policy applies to activities associated with, or directly 
related to, use of the Internet via PTO-provided network con- 
nections, facilities, and services. This includes, but is not limited 
to, PTONet connections, Office of Chief information Officer 
(OCIO)-provided PCs and workstations, and Internet provider 
services. This policy also applies to use of other non-PTO 
Internet access facilities and equipment that are used to conduct 
non-trademark application specific work. 


Article 3. Conformance with existing, PTO-wide, Internet 
use policy 

This Internet Usage Policy supersedes the Interim Internet 
Usage Policy published in the Official Gazette in February 
1997. The policy outlined in this document augments the 
existing PTO Internet Acceptable Use Policy as set forth in 
the Office Automation Services Guide. As such, this policy is 
an extension of current PTO office-wide Internet policy. 


Article 4. Correspondence acceptable via the Internet 


Internet e-mail may be used to reply or respond to an exam- 
ining attorney’s Office Action, to reply or respond to a petitions 
attorney’s 30-day letter, to reply or respond to a Post Registra- 
tion Office Action, as well as to conduct informal communica- 
tions regarding a particular application or registration with 
the appropriate Trademark Organization employee. If e-mail 
communication is initiated by the applicant or applicant’s 
attorney, Office Actions, Priority Actions, Examiner’s Amend- 
ments, petitions attorney’s 30-day letters, and Post Registration 
Office Actions may be sent to the applicant via Internet e-mail 
or by telephone, fax, or other appropriate means. Readable 
attachments to Internet e-mail for such purposes as the submis- 
sion of evidence, specimens, affidavits and declarations will 
be accepted. 


Article 5. Communications not acceptable via the Internet 


Internet e-mail or other Internet communications may NOT 
be used to file Trademark Applications, Amendments to Allege 
Use, Statements of Use, Requests for Extension of Time to File 
a Statement of Use, Section 8 affidavits, Section 9 affidavits, or 
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Section 15 affidavits until such time as the PTO publishes 
electronic forms for these filings and they are made available 
on the Internet by the PTO. Internet e-mail may be used to 
submit specimens of use, but the Office will determine accept- 
ability of the specimen(s) and if the specimens are found not 
to meet the standards for specimens of use, additional specimens 
will be required. Certified copies of foreign certificates will 
NOT be accepted via Internet e-mail. Internet e-mail may NOT 
be used for any correspondence with the Trademark Trial and 
Appeal Board. 


Article 6. Initiating Internet Communications 


Internet communications will NOT be initiated by the Trade- 
mark Organization unless it is authorized to do so by the appli- 
cant or by the applicant’s attorney. Authorization for members 
of the Trademark Organization to communicate with applicant 
or applicant’s attorney via Internet e-mail may be given by so 
indicating in the application submitted to the PTO or in any 
official written communication with the Trademark Organiza- 
tion. The authorization must include the Internet e-mail address 
to which all Internet e-mail is to be sent, Internet communica- 
tions may also be initiated and authorized by applicant or 
applicant’s attorney by telephone or by responding to an Office 
Action or other official communication via an Internet e-mail 
address indicated on the official correspondence. 


Article 7. Waivers and Authentication 


Applicants and their attorneys understand that the misrepre- 
sentation of a sender’s identity is a known risk when using 
electronic communications. Therefore, Trademark Organiza- 
tion users have an obligation to be aware of this risk and 
conduct their Internet activities in compliance with established 
procedures. 


Internet e-mail must be initiated and authorized by a prac- 
titioner, or the applicant in a pro se application. Sufficient 
information must be provided to show representative capacity 
in compliance with 37 CFR 2.17 and 10.14. In trademark cases, 
examples of such information would include signing a paper 
in practice before the PTO in a trademark case, attorney docket 
number, and trademark application serial number or registration 
number. 


The Assistant Commissioner for Trademarks will waive 37 
CFR 10.18 to the extent that it requires an original signature 
personally signed by a trademark practitioner in permanent ink 
on any correspondence filed with the PTO. Receipt of an 
Internet e-mail communication by the Trademark Organization 
from the address of applicant or applicant’s attorney containing 
the /s/ notation in lieu of signature and which references a 
Trademark application serial number will be understood to 
constitute a certificate that: 


1. the correspondence has been read by the applicant or 
practitioner; 


2. the filing of the correspondence is authorized; 


3. to the best of the applicant’s or practitioner’s knowledge, 
information, and belief, there is good ground to support the 
correspondence, including any allegations of improper conduct 
contained or alleged therein; and 


4. the correspondence is not interposed for delay. 


Applicants requesting to correspond with the Trademark 
Organization via the Internet should recognize that Internet 
communications might not be secure, and should understand 
that a copy of any and all communications received via the 
Internet will be placed in the file wrapper and become a perma- 
nent part of the record. 


Article 8. Office Procedures 


When authorized to do so, the Trademark Organization will 
send Office Actions and other official correspondence to the 
Internet e-mail address indicated by the applicant or applicant’ s 
attorney. A signed, paper copy of the outgoing correspondence 
will be associated with the trademark application file wrapper. 
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When communications are received by an examining 
attorney, or other appropriate Trademark Organization 
employee, the attorney or employee will immediately reply to 
the communication acknowledging receipt of the communica- 
tion. The date the communication was received by the Trade- 
mark Organization that appears in the heading of the 
communication will constitute the receipt date within the PTO 
for purposes of time-sensitive communications unless that date 
is a Saturday, Sunday, or Federal holiday within the District 
of Columbia, in which case the receipt date will be the next 
succeeding day which is not a Saturday, Sunday, or Federal 
holiday within the District of Columbia. A paper copy of all 
Internet e-mail communications, including a copy of any and 
all attachments, will be associated with the trademark applica- 
tion file wrapper. A paper copy of any informal communications 
regarding a particular trademark application or registration will 
be associated with the file wrapper and become a part of the 
record. 


Article 9. Remedies 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to and received by the 
Trademark Organization but was not timely associated with 
the application file wrapper, the abandoned application may 
be reinstated by the Trademark Organization. There is no fee 
for a request to reinstate such an application. 


When an application is held abandoned because a timely 
Internet e-mail communication was sent to, but apparently not 
received by the Trademark Organization, applicant or appli- 
cant’s attorney may petition the Commissioner to revive the 
abandoned application pursuant to 37 CFR 2.66 and TMEP 
§§ 1112.05(a), (b). In determining whether or not an Internet 
response was timely filed, the Commissioner may accept a 
copy of a signed certificate of transmission meeting the require- 
ments of 37 CFR 1.8, a copy of the previously transmitted 
correspondence, and a statement attesting to the personal 
knowledge of timely transmission of the response. 37 CFR 
1.8(b)(1), (2), and (3). 


In all situations, the applicant or the applicant’s attorney 
should promptly notify the Office after becoming aware that 
the application was abandoned because a communication was 
not timely associated with the file wrapper or was not received 
by the Office. 


Article 10. Use of Electronic Mail Services 


Once e-mail correspondence has been received from an appli- 
cant, as set forth in Trademark Article 6, such correspondence 
must be responded to appropriately. The Trademark Organiza- 
tion employee may respond to an applicant’s Internet e-mail 
correspondence by telephone, fax, or other appropriate means. 


Article 11. Interviews 


Internet e-mail may be used to conduct an exchange of 
communications similar to those exchanged during telephone 
or personal interviews. In such cases, a paper copy of the 
Internet e-mail contents MUST be made and placed in the 
trademark application file wrapper. 


Article 12. Documenting Search Strategies 


All Trademark Organization users of the Internet for trade- 
mark application research shall document their search strategies 
in accordance with established practices and procedures as set 
forth in TMEP § 1106.07(a). 


Subparagraph A. 


Any information, which would aid a future searcher in 
locating the document retrieved through Internet research, 
should be included in the citation. Guidelines for citing elec- 
tronic information can be found as an attachment to this policy. 


Subparagraph B. 


When a document found on the Internet is not the original 
publication, then the Trademark Examining Attorney or Trade- 
mark Library staff shall pursue the acquisition of a copy of the 
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originally published document or an original of the document 
or Web object in question for all references cited. Note: scanned 
images are considered to be a copy of the original publication. 
Electronic-only documents are original publications. 


Article 13. Professional Development 


The Internet is recognized as a tool for professional develop- 
ment. It may be useful for keeping informed of technological 
and legal developments. For example, use of the Internet for 
keeping abreast of conferences, seminars, and for receiving 
mail from appropriate list servers is acceptable. 


Article 14. Policy Guidance and Clarifications 


Within the Trademark Organization, any questions regarding 
the Internet usage policy should be directed to the user’s imme- 
diate supervisor. Non-PTO personnel should direct their ques- 
tions to the Office of the Assistant Commissioner for 
Trademarks. 


Attachment 
Guidelines for Citing Electronic Resources 


The International Organization for Standardization (ISO) has 
created a standardized method for citing electronic resources. 
The formats are set forth in document ISO 690-2, which was 
published on November 15, 1997. The formats in ISO 690-2 
are consistent with those proposed by the PTO in the fall of 
1996. 


ISO 690-2 references several ISO standards relating to docu- 
mentation of publications. These are namely ISO 4:1984 Docu- 
mentation - Rules for the abbreviation of title words and titles 
of publications; ISO 639:1988 Code for the representation of 
names of languages; ISO 690:1987 Documentation - Biblio- 
graphic references - content, form, and structure (the parent 
standard of 690-2); ISO 832:1994 Information and documenta- 
tion - bibliographic description and references - Rules for the 
abbreviation of typical words; ISO 2108:1992 Information and 
documentation - International standard book numbering 
(ISBN); ISO 3297:1986 Documentation - International stan- 
dard serial numbering (ISSN); ISO 5127-1:1983 Documenta- 
tion and information - Vocabulary - Part 1: Basic concepts; 
ISO 8601:1988 Date elements and interchange formats - Infor- 
mation interchange - Representation of dates and times; 1SO/ 
TR 9544: 1988 Information processing - computer-assisted pub- 
lishing - Vocabulary; and ISO/IEC DIS 11179-3 Information 
technology - Coordination of data element standardization. 


Elements of a Bibliographic Citation 
The typical elements of a bibliographic citation are: 
a. Author(s) — individual and corporate 
b. Title 
Titles fall into two general categories: 


e Those that denote the source work (monograph, journal, 
conference, anthology/compilation, etc.) 


e Those that describe the paper, chapter, or portion of 
work 


>. Publication Date 


. Publisher 


. Report number/Series Number/Other identifying number 


'. Editor(s) 

. Page numbers 

. Volume number 
i. Issue number 


j. Edition 
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A single print resource may not have all of the elements 
listed above; however, they will possess those which are appro- 
priate to the work. In the case of monographs the volume and/ 
or issue number may not be essential; as with journals the 
element for edition will be nonexistent. Therefore, it can be 
noted that even in traditional print publications the format of 
citations will vary with the resource being cited. 


The same can be said for the realm of electronic publications. 
Electronic documents with originally published print equiva- 
lents will have most traditional bibliographic elements. Those 
that have no print equivalents will most likely not have tradi- 
tional elements, even though they may look like and seem to 
possess many qualities of print publications. 


Elements of Electronic Resource Citations 


What makes the electronic resource different from the print 
resource? Initially it is safe to state that basic elements of a 
print citation are also applicable to the electronic form. These 
basic elements will include a title (even in the case of electronic 
mail in which the subject line can become the title element), 
originator (author), publisher, and publication date (although 
with electronic publications this element often raises problems 
for those verifying the document). Characteristics which are 
inherent to print publications but may not be to the electronic 
form include volumes, issues, and page numbers. The electronic 
resource will have elements in addition to the print resource. 
These elements include: 


a. Type of Media 
CD-ROM or other optical storage media 
Diskette or other magnetic storage media 
Online, including the Internet 
. Availability 


The information required to retrieve the resource. In the 
case of online Internet resources this would include 
address-type information, along with directories, file 
names, etc. 


>. Date(s) 


e Posted/Publication 

The publication date is the date the author/originator 
affixes to the document. If that is not present, the date 
the system administrator or webmaster placed the 
document on the online system can be substituted. 


e Accessed on 

The date the user found and read the document. They may 
also have downloaded the document for personal use. This 
date will provide future readers with documentation as to 
what version/edition the document was on when it was 
accessed. If a document was altered subsequently there 
will not be confusion as to which document the user is 
referring to. 


Proposed Formats 


When an examiner retrieves a document from an electronic 
source, he/she will determine if it is useful and will cite it if 
appropriate. Assuming the examiner has located all pertinent 
bibliographic elements for a citation, the next task will be to 
format the citation. 


Punctuation is an interesting problem for electronic docu- 
ments. Traditionally, academics and library scientists have used 
punctuation as a means for separating bibliographic elements 
in a citation. In the case of retrieving electronic documents, 
punctuation becomes part of the citation. When expressing 
URLs, directories, filenames, etc., punctuation marks are 
required to create an accurate citation. Therefore, limit the 
amount of punctuation in the citation in order to avoid confu- 
sion. 


Due to the ease and potential frequency of updates of elec- 
tronic documents, ISO 690-2 recommends the use of month, 





1232 OG 746 
(275) 

date, year, and time of day on all date citations. There is no 
stated preference for dates using standard abbreviated months 
(Jan., Feb., Mar.) or complete numeric transcription (using 
standard format of year-month-date). 


Additionally, standard abbreviations for journal titles, coun- 
tries, provinces, etc. should be applied to electronic citations. 


The following formats are proposals for how an examiner 
might cite an electronic document. However, all possible cita- 
tion iterations are not included; this is a sampling. 


CD-ROM, Diskette, Commercial Database 


Author. (publication date). Title. Source (“source” defined 
as the entire work, i.e. journal title). [Type of Medium], volume 
(issue), paging. Available: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. [CD-ROM], 17(2), 1-2. Available: UMI. File: General 
Periodicals Index. 


FTP 


Author. (publication date). Title. Source. [Type of Medium], 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. [Online], 17(2), 1-2. Available FTP: ftp.database.edu 
Directory: pubs/journals/database.online/vol17 _ File: 
002dbs.txt Accessed on: February 1, 1999. 


E-mail, Listservs, Usenet 


Author. <author e-mail address> (publication/posted date). 
Title. Source (or Subject Line replaces title/source). [Type of 
Medium], volume (issue), paging. Available: (either list the 
listserv address or fill this position with “personal e-mail’’) 
Accessed on (or received on): 

sample: 
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Smith, Joe. <jsmith @database. org> (January 1999). How to 
do an online search. Database. [Online], 17(2), 1-2. Available: 
personal e-mail. Received on: February 1, 1999. 

OR 


Smith, Joe. <jsmith@database.org> Here’s some search 
advice. [Online] Available: PACS-L@UHUPVM1.uh.edu 
Accessed on: February 1, 1999. 


Gopher 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Accessed on: 

sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base. [Online] 17(2), 1-2. Available Gopher: meckler.d- 
bs.org/Database/pubs/journals/vol17/Howsearch Accessed 
on: February 1, 1999. 


Web Site 


Author. (publication date). Title. Source. [Type of Medium] 
volume (issue), paging. Available: Last update: Accessed on: 
sample: 

Smith, Joe. (January 1999). How to do an online search. Data- 
base {Online} 17(2), 1-2. 

Available Web Site: 
www/meckler.database.org/Database/pbs/journals/vol17/ 
002dbs.txt 

Last update: January 1999 Accessed on: February 1, 1999. 


Examiners are encouraged to speak to a PTO librarian or 
technical information specialist when they find that crucial 
elements to the citation are lacking in their records. The infor- 
mation specialist will work with the examiner to verify dates, 
authors, and other elements as needed. 


Oct. 20, 1998 BRUCE A. LEHMAN 


Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
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Dissemination of PTO on WebSite 
Double Patenting Rejections 
Drawings: 
37 CFR 1.163 (Two Copies) 
37 CFR 1.84(b)(1) Black/White Photograph... 
37 CFR 1.84(b)(1) (One Set) 
Proposed Change to Standards..................::sssscsssceeesseees 125 
Removal of Surface Treatment....................::sssssseeseeeeees 120 
I Te a sencckcciscccessaeccenrccccsecseeovedenesnis 125, 143 


E 


Electronic Records in Interferences ...............0:0esesseeeseeee 138 

Emergency, U.S. Postal Services 

Eurasian Patent Convention 

Examination for Registration 

Examination of Patent Application, 
Interim Guidelines 

Examiner Training 

Ex Parte Appeals 

“Expedited Local” Services... 

Express Mail, Waiver 

Extraordinary Situation, Relief 


Facilities Use Regulations 
Facsimile Numbers of Technology Centers 
Fastener Quality Act 

Federal Holidays 

Fee Deficiency under 37 CFR 1.28 
Fee Payment by Credit Card 

Fees Information 

Filing Papers 

Filing Receipts, Change in Practice 
Final Utility Examination, Training 
First Class Mail, Returned 


Genus-Species Guidelines 
GLOBALPat & USAMark CD-Rom 
Guidelines: 
Changes in Patent Practice 
Changes to Implement the Patent Business Goals ......... 123 
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Claims Directed to Species of 
Chemical Compositions 
Computer-Implemented Inventions 
Design Application for Computer- 
Generated ICONs 
Interim; Examination of Patent Application 
under 35 USC 112 
Means or Step Plus Function Limitation under 
35 USC 112 
Reexamination of Cases in In re Portola Packing 
Training for Changes to Patent Practice ............::cs 127 
Utility Examination 


Ie <ascak caus juice scnssssescsusssoiiucessVoarerhenesvasuevasndensehessevasice 23 
I 


Identifying Information on Papefs ..............:csssesssseesseseeeesees 12 
Implementation Guide for Patent Practice......... 124, 125, 127 
Indexing Assignments...............:.::csscssesessesesesseseeseseeceseseeseseecs 57 
Interim Guidelines: 
Claims Directed to Species of Chemical 
Compositions 
Examination of Patent Application under 
35 USC 112 
Reexamination of Case in In re Portola Packaging .. 90, 91 
Interim Waiver: 
37 CFR 1.63 for Two Copies 
37 CFR 1.84(b)(1) Accept Black and White 
Photographs 
37 CFR 1.84(b)(1) for One Set 
Interference: 
Admissibility of Electronic Records 
Obtaining Copies 
Opinions & Orders.... 


Practice (New Procedures) 
“Show the Patentability” of a Claim.................ceseeee 137 
International Classification Designation for 
Availability of Interference Files ..............:.:cccssssesseseeseees 134 
Internet Filing of Biosequence Information 
Internet Usage Policy 
Invalidate Patents 
Inventorship, Correction of 
Inventor’s name, Procedures 
Iraqi Sanctions Regulations 
Issuance of a Patent to Assignee 
Issue Fee Form 
Issue Fee Payment & Notification 
Issue Fee, Preauthorized Payment 
Interruption, Postal Service 


L 
Legal Representative of Deceased Inventor 
License for Foreign Filing 
List of Patent with 37 CFR 1.607(d) 


M 


De I iiss sees odncererrasecs tens amoendasdetcoaaaniaas 36-40 
Mail, returned 

Mailing address, PTO...... . 

Maintenance Fees, Voice System... 

Metric equivalents 

Miscellaneous Patent Changes 


N 


Native American Tribes...34, 35... Non-Delivery of Mail ...40 
Notice of Examination for Registration... 
Notice of Hearings: 

Recording File Histories 
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Prior Art During the Examimation................csccsccsseeeesenes 92 
“Written Description” Requirement (Interim) .................. 93 
94-96, 116 


Oath, Information necessary to Identify Specification.......... 20 
I NO oasis cise ssesiasenos cease svapsnconabvnrcotaxesasessaloc’ 24-31 


Overpayment of $25 or LeSS...............sssssseeee 


P 


Paper (requirements to become part 
Office permanent records, e.g., legibility) 
Paragraph Numbering .... 
Passes to enter PTO 
Patent Assistance Center 
Patent Attorneys & Agents Registration... 
Patent Business Goals (proposed) 
Patent Copies 
Patent Cooperation Treaty: 
Certain of the Regulation under PCT 
Member states 
Revision of Application Procedure .... 
Patent Formalities Treaty 
PatentIn 2.1 of Sequence Listings 
Patent Practice Changes 
Patent Technology Centers..................+- 
Patent Term Extension 
Patent Term Extension (20-Year Term) 
Payor Numbers 
Performance Review Board 
Petitions: 
Accept Black & White Photographs 
To Make Special 
To Revive 
To Withdraw from Issue.... 
Plant Patents 
Plant Patents, Interim Waiver 
Point-of-Sale Check Conversion 
Policy; Internet Usage 
Portola Packaging 
Post Card Receipt 
Practitioners Before the PTO... 
Preliminary Amendments 


Prior Art Identification 
Priority: 
Claim, when made 
Right of priority in India 
Right of priority in Taiwan 
Right of priority in Thailand 
Using certificate of correction to perfect 
35 USC 119 claim 
Provisional Applications 
PTO Closings 
Publication Schedule 
Publications, Current Patent Rules 
Publications, 18-Month 
Publication of Opinions/Order Entered by the BPAI 
Public Hearings: 
Prior Art During Examination 
“Written Description” Requirement (Cancellation) 
“Written Description” Requirement 
Reexamination of Cases in view of 
In re Portola Packaging, Inc 
Reform of Patent Law 
Public Patent Search 
Public Records Services, Status ... 


Receipts, Paper 
Receipts, Postcard 
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Violations 
Search Fees, PTO Automated ... 
Sequence Listings sa 
SUI. GE SONNE CII a sis cssncatncincccncceinscsecevcoeterncted’ 44, 45 
“At Cost” 


Recordation OF AsSignMMNGMtS.................ccccoccsvscsosorssessesessessseen 53 
Reexamination: 

In view of In re Portola Packaging, Inc 
Reform Patent Law 
Refund of Overpayment 
Registration Before the PTO..... 
Regulations: Iraqi Sanctions 
Reissue Practice 
Reissue Practice Errata ... 
Representing Clients ... 
Restarting Response Periods 
Restriction Requirement in Reissue ... 
Revival of Abandoned Applications .. 
Rocket Docket 
Rule Changes: 

Arbitration of Patent Interference Cases, 


Services, 


“Show the Patentability” of a Claim.... 

Small Entity Status 

Special Box Numbers... 

OR II cccscit asnienscs scosessseseed bale wbiiesiainronioorsit 
Status of Office of Public Records Services .. 


Effective May 27, 1987 
Assignment Practice 
Automated Search System Fees, 

Effective November 13, 1990 ................:cscsscsssssceseees 72 
Change in Procedure Relating to Filing Date, 

RNIN IN et NUN os sccescosepnnvishepusersvicannsavosacssobnis 82 
Changes to Implement 20-Year Term and 

Provisional Applications, Effective June 8, 1995...110 
Changes to Implement Patent Business Goals 

INI oc scisvscensnccnsacesselantsdivaessembintoectoneees 123, 124 
Changes to Patent Practice and Procedure ..................... 125 
Changes to Permit Payment of PTO Fees 

by Credit Card 
Clarification of PTO Copy Fees Tic ieteiaaepa naa” 
Continued Prosecution Application (CPA) Practice....... 128 

Ie OD Ge FIO oc ovcsccccoscsnesssnvexeovoseservetenes 129 

Changes to CPA Practice (Interim)................::000 130 
Cross Appeals in Patent and Trademark 

Disciplinary Proceedings, Effective 

January 16, 1996 
Duty of Disclosure 
Fees: 

Adjusted Fees, Fiscal Year 2000 

Effective December 29, 1999 

Effective December 8, 1998.... 

Effective October 1, 1997 

Partial Payment of Patent Fees 

RN a I cick sacsicicasecbpicnssacavin wives soseiaciiensotiscened 65 

Partial Payment of Patent Fees 

Oct 1 - 9, 1998 

Revisions of Patent Fees, 

Fiscal Year 99 

Revisions of Patent Fees, 

PARA TRE SP, CMP OCHAIOR <n... .5.5.ciesesvarseseiencosonand 68 

Reduced Patent Fee Schedule 

Revisions of Patent Fees 

Fiscal Year 98, 99, 00 
Foreign Filing Amendmentts...................c.s.scscscssresesrsseoees 119 
Interference Proceeding, Effective 

BE EE cep ncasesacsaacnnsscscaisinasssensenseiaderusnn 139 
Miscellaneous Changes in Patent Practice 

Effective September 23, 1996 .........................seceose0 133 
Miscellaneous Changes to Trademark Trial 

& Appeal Rules (proposed)............:.:csccccesseseesereeees 131 
Patent Application Containing Nucleotide Sequence 

And/or Amino Acid 
Patent Cooperation Treaty, 

Effective July 1, 1998 
Patent Interference, Burden of Proof, 

Bi a A o_o 140 
Provisional Applications, Effective June 8, 1995 
Reengineering Efforts 
II UNE scsstissonesecssseusbesuersaeisnapncnnpestbensenacessebinig 3-8 


Technology Centers 
Terminal Disclaimers Required 
Trademarks: 


Address for Trademark Applications and 
Trademark Related Papers 
Advisory Committee for Trademark Affairs, 


Belarus, Industrial Property Protection im.....................+. 257 
Boxes, Special, and “Fee/No Fee” Indicators for 

Trademark-Related Mail and Guidelines for 

Filing Requests to Extend Time to Oppose 

EN ID RR icici cccitenscsnsicsceiecsstdecictmebypanctiontens 204 
Certificate of Mailing ...............ssssssssseseeeeeee 203, 204, 208 
Certificate of Mailing or Transmission, Removal of 

Certain Trademark Exclusions .............:.0.:s0eseseeseees 204 
Certificate of Mailing Requirement under 

FF CIR Ce, I I ans cscnschvsninsetedonsnesone 204 
Change of Address for Trademark Applications and 

Trademark Related Papers............:::scsssssssseseseeeeees 205 
Changes in Format for Publishing Trademarks for 

INE cierto sisucidasicvs eaeeemnepuneecntsicesnemsontutesmbaneod 240 
Classification, International 
Croatia, Regarding Industrial Property Rights 

SR NI IIIS Es vicnciossseosaetenscentasrinsaacensvessivoseswece) 260 
Czech Republic and Slovak Republic, Industrial 

PUOIIET CONNIE I signs nccniseswesiiccccosseccovivvasneseoenne 255 
Diligence, Responsibility to Monitor Status of 

Trademark Applications and Registrations 

aes cachsaisciipainiatecrsideaieA Idan sntteh a ecencvsaina sss 249 
Electronic Filing of Trademark Applications ......... 201-202 
Elimination of Requirement for Proof of Service in 

Consented Requests for Extensions of Time to File 

& NONCe GF CNDORIION .......-..2.0200s0r.sssscrossvescceserseneseeD OO 
Express Mail, Changes in procedures for filing by........ 204 
Federal Rules of Civil Procedure, 

Effect of December 1, 1993 Amendments on 

Trademark Trial and Appeal Board 

Inter Partes Proceedings q.............cesecsesessnsssessecscsceneoB Se 
“Fee/No Fee” Indicators for Trademark- 

Related Mail 
Filing of Papers During Unscheduled 

Closings of the Patent and Trademark Office ........ 204 
Filing Receipt for Application oa 
Inadvertently Issued Registration Numbers a 
Indexing Against a Recorded Assignment..................++- 264 
Interlocutory Decisions by the Trademark Trial 

and Appeal Board 
International Protection of Government 

RON Ne I ccs on ce sss ccenrenseeneneasaccesonsecd le 
International Trademark Classification 
Kazakhstan, Industrial Property Protection in ................256 
Kyrgyz, Regarding Industrial Property in 
REE SRR aE ene eee eemementee 184 
Lithuania, Patent and Trademark Rights in the 

EEG ep eo OAC ET 
Macedonia, Patent and Trademark Rights in the 

Former Yugoslav Republic of ..............:sccsseseeseeseees 261 


NAFTA Implementation Act, Amendment of 
Trademark Act by 

Nonregistrability of Misleading Geographic 
Indications-Amendment of the Trademark 
Act by the North American Free Trade 
Agreement Implementation Act 


Sanction, Iraqi 

Search by Patent Examiner.. 

Search Exchange Pilot 

Search Facilities in PTO: 
RNIN 5s. cases Sccuiowrsbonceurshcscniptanabentnccneaenceae’ 43 
Regulations 
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Petitions to Commissione’..............:.:sscesceseeseesesseseesseseens 249 U 
Petition to Make Applications Special.... 
Post Registration : United States Postal Service Emergency 
Printing of Use in Another Form Claims ...... in the State of California Terminated ........................38, 39 
Public Advisory Committee for Trademark United States Postal Service Non-Delivery of Mail 
EE PS TN I itegnnvecsnsnsensecessorssitvemncrnicvcsinnnseenteanie 75 
Renewal of Trademark Registrations ................:0:ssee 190 Unscheduled Closing 
Retention Schedule for Trademark Records................... 224 UPOV Convention 
Russian Federation, Patent and Trademark Rights in....253 Use of Facilities Regulations 
Section 8 Requirements for NI oN ie esis Sadcucesiaiescsen scssnsacntasteatscee ene 43 
Trademark Registrations..... Utility Examination Guidelines ....................+++. ... 104, 159 
Section 7 Requests Utility/Design Application, Interim Waiver 
Separation of the Patent and Trademark Sections of the 
MUI II occ Stoo cokanbseonconacacsacnsxacsoensseoseen 241 
Single Copies of the Trademark Official Gazette ..........238 
Slovak Republic and Czech Republic, Industrial 
Property Protection in 
Slovenia, Industrial Property Rights in the 
Republic of 
Status Lame, Trntemnark...........2.s0scccecscvesscocssecessosseess 213-214 Waiver of Certificate of Mailing Requirement 
T-Search Printouts as Section 2(d) References under 37 CFR 1.10 
Trademark Assistance Center Website: 
Trademark Law Treaty Implementation Dissemination of PTO Information 
Act Changes 190, 244, 246, 248, 249 List of Patents 37 CFR 1.607(d) 
Trademark Mail 204, 205, 208 Publication of Current Patent Rules... 
Trademark Trial and Appeal Board, Withdrawal of Abandonments 
Changes to Rules : 226-228 “Written Description” Requirements 
Treatment of Correspondence Deposited as 
First Class Mail Pursuant to 37 CFR 1.8 x 
and Returned by the US Postal Service 
Treatment of Non-Conforming Revoke or Y 
Invalidate Patents 
Trilateral Offices Z 


Video Conference Center 
Voice Response System 





PATENT AND TRADEMARK OFFICE NOTICES 


Patent Cooperation Treaty (PCT) Information 


For information concerning PCT member countries, see the 
notice appearing in the Official Gazette at 1225 O.G. 114, on 
August 31, 1999. 

For use of the European Patent Office as an International 
Searching Authority for international applications filed in the 
United States Receiving Office, see the notice appearing in the 
Official Gazette at 1022 O.G. 52, on September 28, 1982. 

For use of the European Patent Office as an International 
Preliminary Examining Authority for international applications 
filed in the United States Receiving Office, see the notices 
appearing in the Official Gazette at 1080 O.G. 2, on July 7, 
1987, and at 1091 O.G. 2, on June 7, 1988. There is no longer 
a limit on the number of such international applications accepted 
for international preliminary examination by the European 
Patent Office; see the notice appearing at 1116 O.G. 32, on 
July 17, 1990. 

The search fee of the European Patent Office was decreased, 
effective January 1, 2000, and was announced in the Official 
Gazette at 1229 O.G. 4, on December 7, 1999. 

International fees were changed, effective on January 1, 
2000, due to a change in the exchange rate of the U.S. dollar 
with regard to the Swiss franc, and were announced in the 
Official Gazette at 1229 O.G. 4, on December 7, 1999. A 
change in the maximum number of designation fees payable, 
with effect from January 1, 2000, was announced in the Official 
Gazette at 1229 O.G. 4, on December 7, 1999. A change in 
the reduction for electronic filing, with effect from January 1, 
2000, was announced in the Official Gazette at 1229 O.G. 4, 
on December 7, 1999. 

Certain domestic PCT fees have been changed by Public 
Law 106-113 of November 29, 1999, and were announced in 
the Official Gazette at 1229 O.G. 38, on December 14, 1999. 
The effective date of the fee change is December 29, 1999. 


The schedule of PCT fees (in U.S. dollars), as of January 
1, 2000, is as follows: 


International Application (PCT Chapter I) fees: 


Transmittal fee $240.00 


Search fee 


U.S. Patent and Trademark Office 

(USPTO) as International Searching 

Authority (ISA) 

— No corresponding prior U.S. 
national application filed under 
35 U.S.C. 111(a) 

— Corresponding prior U.S. 
national application filed under 
35 U.S.C. 111(a) and filing fee under 
37 CFR 1.16(a) paid 

— Supplemental search fee, per 
additional invention (payable only 
upon invitation) 

European Patent Office as ISA 


$700.00 


$450.00 


$210.00 
$990.00 


International fees 
Basic fee $427.00 

Basic supplemental fee (for each page 

over 30) 

Designation fee per country or region 

— For the first 8 national or 

regional offices designated 

— For each designation in excess of 

I aiessncsccsspsccetmietees eas evrrtnionipsereers 
Precautionary designation fee and 
confirmation fee for each precautionary 
designation confirmed (PCT Rule 15.5) 


$10.00 


$92.00 


No Charge 


$92.00 
$46.00 


— Designation fee 
— Confirmation fee 


(A reduction of $132 in the international fees is available 
in certain cases where PCT-EASY software is used to 
prepare the request, provided that the necessary 
conditions are met. See 1217 OG 131 (December 29, 
1998)). 


International Application (PCT Chapter II) fees 
associated with filing a Demand for 
Preliminary Examination: 


Handling fee $153.00 
Preliminary examination fee 
USPTO as International Preliminary 
Examining Authority (IPEA) 
— USPTO was ISA in PCT Chapter I 
— Additional examination fee, per 
additional invention (payable only 
upon invitation) 
— USPTO was not ISA in PCT Chapter 


$490.00 


$140.00 


$750.00 
— Additional examination fee, per 
additional invention (payable only 


upon invitation) $270.00 


U.S. National Stage fees Regular 


Basic National fee 


USPTO was IPEA 

— All claims presented satisfied 
provisions of PCT Article 
33(2) to (4) 

— All claims presented did not 
satisfy provisions of PCT 
Article 33(2) to (4) 

USPTO was ISA but not IPEA 


USPTO was neither ISA nor IPEA 

— Search report has not been 
prepared by the European 
Patent Office or the Japanese 
Patent Office 

— Search report has been 
prepared by the European 
Patent Office or the Japanese 
Patent Office 


$48.00 $96.00 


$335.00 
$345.00 


$670.00 
$690.00 


$485.00 $970.00 


$420.00 


Other National fees 


— For each independent claim in 
IIE EE Wionsshsesecscoravoseiseiicnigers 
— For each claim in excess of 20. 
— For each application containing 
a multiple dependent claim 
— Surcharge for filing oath or decla- 
ration after the time limit appli- 
cable under PCT Article 22 or 


$39.00 
$9.00 


$130.00 


$65.00 $130.00 

— Processing fee for filing English 
translation after the time limit 
applicable under PCT Article 22 
or 39(1) 


$130.00 $130.00 


Q. TODD DICKINSON 
Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 


Dec. 7, 1999 
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Notice of Maintenance Fees Payable 


Title 37 Code of Federal Regulations (CFR), Section 
1.362(d) provides that maintenance fees may be paid without 
surcharge for the six-month period beginning 3, 7, and 11 years 
after the date of issue of patents based on applications filed 
on or after Dec. 12, 1980. An additional six-month grace period 
is provided by 35 U.S.C. 41(b) and 37 CFR 1.362(e) for pay- 
ment of the maintenance fee with the surcharge set forth in 
37 CFR 1.20(h), as amended effective Dec. 16, 1991. If the 
maintenance fee is not paid in the patent requiring such payment 
the patent will expire on the 4th, 8th, or 12th anniversary of 
the grant. 


Attention is drawn to the patents which were issued on March 
11, 1997 for which maintenance fees due at 3 years and six 
months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 5,608,912 through 5,611,078 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on March 
9, 1993 for which maintenance fees due at 7 years and six 
months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 5,191,658 through 5,193,224 
Reissue Patents based on the above identified patents. 


Attention is drawn to the patents which were issued on March 
7, 1989 for which maintenance fees due at 11 years and six 
months may now be paid. The patents have patent numbers 
within the following ranges: 


Utility Patents 4,809,364 through 4,811,426 
Reissue Patents based on the above identified patents. 


No maintenance fees are required for design or plant patents. 


Payments of maintenance fees in patents should be directed 
to “Commissioner of Patents and Trademarks, Box M. Fee, 
Washington, D.C. 20231.” 


For patents based on applications filed on or after Dec. 12, 
1980, but before Aug. 27, 1982, patent owners must establish 
small entity status according to 37 CFR 1.27 if they have not 
done so and if they wish to pay the small entity amount. 


The current amounts of the maintenance fees due at 3 years 
and six months, 7 years and six months, and 11 years and six 
months are set forth in 37 CFR 1.20(e)-(g), as amended Oct. 
1, 1997, which are reproduced below: 


37 CFR § 1.20 Post-issuance fees 


(e) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after 
Dec. 12, 1980, in force beyond 4 years; the fee is due by 
three years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity............. 


(f) For maintaining an original or reissue patent, except a design 
or plant patent, based on an application filed on or after Dec. 
12, 1980 in force beyond 8 years; the fee is due by seven 
years and six months after the original grant: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(g) For maintaining an original or reissue patent, except a design 
or plant patent, based on applications filed on or after Dec. 
12, 1980 in force beyond 12 years; the fee is due by eleven 
years and six months after the original grant: 
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By a small entity (§ 1.9(f)) $1455.00 
By other than a small entity .................cesceseeseeseees $2910.00 


The amount of the surcharge for paying the maintenance fee 
during the grace period or after expiration of the patent are set 
forth in 37 CFR 1.20(h), and (i) which are reproduced below: 


(h) Surcharge for paying a maintenance fee during the 6 month 
grace period following the expiration of three years and six 
months, seven years and six months, and eleven years and 
six months after the date of the original grant of a patent 
based on an application filed on or after Dec. 12, 1980: 


By a small entity (§ 1.9(f)) 
By other than a small entity 


(i) Surcharge for accepting a maintenance fee after expiration 
of a patent for non-timely payment of a maintenance fee 
where the delay is shown to the satisfaction of the Commis- 
sioner to have been: 


(1) unavoidable 
(2) unintentional 


Notice of Expiration of Patents 
Due to Failure to Pay Maintenance Fee 


35 U.S.C. 41 and 37 CFR 1.362(g) provide that if the 
required maintenance fee and any applicable surcharge are 
not paid in a patent requiring such payment, the patent will 
expire at the end of the 4th, 8th or 12th anniversary of the 
grant of the patent depending on the first maintenance fee 
which was not paid. 

According to the records of the Office, the patents listed 
below have expired due to failure to pay the required mainte- 
nance fee and any applicable surcharge. 


PATENTS WHICH EXPIRED ON January 12, 2000 
DUE TO FAILURE TO PAY MAINTENANCE FEES 


Issue 
Date 


Application 
Number 


Patent 
Number 


01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 
01/12/88 


06/917,775 
07/047,159 
06/889,629 
06/767,515 
06/874,701 
06/893,566 
06/8 11,930 
06/898, 166 
07/018,084 
06/8 10,728 
06/908,645 
07/026,287 
06/846,536 
06/920,653 
06/879,334 
06/576,507 
06/808,417 
07/022,072 
06/828,359 
06/88 1,370 
06/876, 161 
07/013,802 
06/852,425 
06/852,521 
06/842,907 
07/003 ,506 
06/849,237 
07/020,151 
06/828,756 
06/935,678 
06/907,899 
06/746,478 


4,718,126 
4,718,128 
4,718,131 
4,718,133 
4,718,138 
4,718,154 
4,718,155 
4,718,162 
4,718,167 
4,718,168 
4,718,170 
4,718,192 
4,718,216 
4,718,223 
4,718,225 
4,718,231 
4,718,236 
4,718,239 
4,718,244 
4,718,250 
4,718,266 
4,718,281 
4,718,284 
4,718,285 
4,718,301 
4,718,302 
4,718,305 
4,718,307 
4,718,309 
4,718,314 
4,718,318 
4,718,321 
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Patent Application Issue 4,718,782 06/943 ,383 01/12/88 
Number Number Date 4,718,784 06/929,560 01/12/88 

4,718,785 07/013,989 01/12/88 
4,718,322 06/746,479 01/12/88 4,718,790 07/012,299 01/12/88 
4,718,324 06/851,595 01/12/88 4,718,804 06/935,134 01/12/88 
4,718,328 06/873,240 01/12/88 4,718,816 06/864,541 01/12/88 
4,718,332 06/861,079 01/12/88 4,718,827 06/882,687 01/12/88 
4,718,338 06/893,103 01/12/88 4,718,831 06/850,661 01/12/88 
4,718,340 06/407,001 O1/12/88 4,718,835 06/831,591 01/12/88 
4,718,342 06/893 ,488 01/12/88 = 4,718,843 06/934,447 01/12/88 
4,718,343 06/892,761 01/12/88 4,718,849 06/836,960 01/12/88 
4,718,348 06/863,788 O1/12/88 4,718,855 06/793,516 01/12/88 
4,718,350 06/328,271 01/12/88 4,718,860 06/897,112 01/12/88 
4,718,353 06/906,372 01/12/88 4,718,879 06/870,329 01/12/88 
4,718,358 06/893,461 01/12/88 4,718,882 06/9 19,068 01/12/88 
4,718,365 06/869,68 1 01/12/88 4,718,884 06/893,083 01/12/88 
4,718,375 06/870,08 1 O1/12/88 4,718,895 07/000,780 01/12/88 
4,718,383 06/902,927 01/12/88 4,718,899 06/782,452 01/12/88 
4,718,387 07/009,268 01/12/88 4,718,900 06/773,744 01/12/88 
4,718,401 06/911,239 01/12/88 4,718,909 06/755,600 01/12/88 
4,718,403 06/786,663 01/12/88 4,718,930 06/917,537 01/12/88 
4,718,411 07/014,361 01/12/88 4,718,933 06/916,579 01/12/88 
4,718,417 06/715,131 O1/12/88 4,718,935 06/773,264 01/12/88 
4,718,424 06/894,318 O1/12/88 4,718,944 06/9 16,260 01/12/88 
4,718,435 06/945,721 01/12/88 4,718,945 07/002,956 01/12/88 
4,718,436 06/945,722 01/12/88 4,718,947 06/853,032 01/12/88 
4,718,438 06/895 ,397 O1/12/88 4,718,949 06/915,555 01/12/88 
4,718,447 07/042,356 01/12/88 4,718,952 06/894,830 01/12/88 
4,718,453 07/011,889 01/12/88 4,718,961 06/857,485 01/12/88 
4,718,454 06/919,867 01/12/88 4,718,968 06/724,579 01/12/88 
4,718,468 06/833,373 O1/12/88 4,718,972 06/822,216 01/12/88 
4,718,476 06/829,797 01/12/88 4,718,975 06/915,608 01/12/88 
4,718,479 06/773,274 01/12/88 4,718,979 06/8 19,136 01/12/88 
4,718,480 06/852,827 01/12/88 4,718,987 07/013,948 01/12/88 
4,718,482 06/897,873 01/12/88 4,718,988 06/844,683 01/12/88 
4,718,493 06/943,551 01/12/88 4,718,989 07/019,423 01/12/88 
4,718,495 06/861 ,767 01/12/88 4,718,991 07/005,245 01/12/88 
4,718,504 06/837,202 01/12/88 4,718,997 06/821,758 01/12/88 
4,718,509 06/777,788 01/12/88 4,719,000 06/596,173 01/12/88 
4,718,517 06/834,311 01/12/88 4,719,001 06/844,462 01/12/88 
4,718,522 06/902,734 01/12/88 4,719,007 06/924,953 01/12/88 
4,718,532 06/8 10,676 01/12/88 4,719,008 06/870,422 01/12/88 
4,718,537 06/750,418 01/12/88 4,719,014 07/011,455 01/12/88 
4,718,539 07/006,249 01/12/88 4,719,015 06/88 1,885 01/12/88 
4,718,554 06/921 ,634 01/12/88 4,719,033 06/903,181 01/12/88 
4,718,559 06/751,318 01/12/88 4,719,037 06/887,813 01/12/88 
4,718,561 06/847,687 01/12/88 4,719,038 06/869,857 01/12/88 
4,718,577 06/882,668 01/12/88 4,719,039 06/857,301 01/12/88 
4,718,578 06/795,896 O1/12/88 4,719,045 06/850,743 01/12/88 
4,718,585 06/918,570 01/12/88 4,719,048 06/663,039 01/12/88 
4,718,587 06/881,213 01/12/88 4,719,052 06/684,344 01/12/88 
4,718,596 07/018,418 01/12/88 4,719,053 06/462,340 01/12/88 
4,718,597 06/911,160 01/12/88 4,719,074 06/700, 104 01/12/88 
4,718,598 07/036,953 01/12/88 | 4,719,077 07/059,811 01/12/88 
4,718,608 06/930,066 01/12/88 4,719,078 06/907,981 01/12/88 
4,718,609 06/841,795 01/12/88 4,719,087 06/750,794 01/12/88 
4,718,610 06/776,780 01/12/88 4,719,093 07/043,155 01/12/88 
4,718,621 06/922,526 01/12/88 4,719,107 06/679,445 01/12/88 
4,718,625 07/019,435 01/12/88 4,719,109 07/030,536 01/12/88 
4,718,634 06/9 10,543 01/12/88 4,719,120 06/9 13,793 01/12/88 
4,718,641 06/927,833 O1/12/88 4,719,122 06/849,291 01/12/88 
4,718,649 06/835 ,968 01/12/88 4,719,140 06/935,605 01/12/88 
4,718,653 06/924,447 01/12/88 4,719,150 06/827,328 01/12/88 
4,718,659 06/829,093 01/12/88 4,719,161 06/893,780 01/12/88 
4,718,679 07/003,679 01/12/88 4,719,167 06/825,902 01/12/88 
4,718,687 06/841,532 OW/12/88 = 4,719,171 07/031,215 01/12/88 
4,718,697 06/872,551 01/12/88 4,719,173 06/784,981 01/12/88 
4,718,711 06/894,684 O1/12/88 4,719,180 06/649 ,885 01/12/88 
4,718,713 06/870,413 O1/12/88 = 4,719,182 06/7 13,206 01/12/88 
4,718,718 06/894,880 01/12/88 4,719,185 06/856,521 01/12/88 
4,718,726 07/070,415 01/12/88 4,719,205 06/794,325 01/12/88 
4,718,733 06/790,002 01/12/88 = 4,719,210 06/915,360 O1/12/88 
4,718,735 06/939,729 01/12/88 4,719,218 06/856,928 01/12/88 
4,718,738 06/93 1,530 01/12/88 4,719,220 06/876,131 01/12/88 
4,718,740 06/924,079 O1/12/88 4,719,224 06/836,844 01/12/88 
4,718,743 06/900,724 O1/12/88 4,719,225 06/936,706 01/12/88 
4,718,752 06/818,580 01/12/88 4,719,227 06/834,287 01/12/88 
4,718,760 06/765,670 01/12/88 4,719,229 07/049,191 01/12/88 
4,718,762 06/897 ,966 01/12/88 4,719,245 06/909,546 01/12/88 
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Patent Application Issue PATENTS WHICH EXPIRED ON January 7, 2000 
Number : Number Date DUE TO FAILURE TO PAY MAINTENANCE FEES 


4,719,262 06/922,380 01/12/88 ~~ Patent Application Issue 
4,719,267 06/893,733 01/12/88 Number Number Date 
4,719,268 06/846, 186 01/12/88 5 

4,719,269 06/855,389 01/12/88 5,077,840 07/500,575 01/07/92 
4,719,273 06/843,139 01/12/88 5,077,842 07/610,165 01/07/92 
4,719,276 06/923,468 01/12/88 5,077,855 07/533,524 01/07/92 
4,719,286 06/711,984 01/12/88 5,077,860 07/668,885 01/07/92 
4,719,293 06/661 ,876 01/12/88 5,077,862 07/607,254 01/07/92 
4,719,297 06/673,218 01/12/88 5,077,863 07/607,231 01/07/92 
4,719,317 06/840,923 01/12/88 5,077,871 07/647,429 01/07/92 
4,719,322 06/866,014 01/12/88 5,077,872 07/566,609 01/07/92 
4,719,325 06/924,681 01/12/88 5,077,881 07/554,286 01/07/92 
4,719,326 06/888,371 01/12/88 5,077,882 07/629,154 01/07/92 
4,719,333 06/702,839 01/12/88 5,077,884 07/550,078 01/07/92 
4,719,339 06/715,401 01/12/88 5,077,885 07/642,486 01/07/92 
4,719,345 06/747,062 01/12/88 5,077,886 07/598,986 01/07/92 
4,719,346 06/8 10,722 01/12/88 5,077,889 07/627,813 01/07/92 
4,719,355 06/850,181 01/12/88 5,077,890 07/444,302 01/07/92 
4,719,358 06/843,760 01/12/88 5,077,895 07/444,153 01/07/92 
4,719,360 06/838,585 01/12/88 5,077,899 07/622,945 01/07/92 
4,719,371 06/687,765 01/12/88 5,077,900 07/575,675 01/07/92 
4,719,372 06/825,420 01/12/88 5,077,910 07/617,542 01/07/92 
4,719,376 06/790,792 01/12/88 5,077,915 07/708,088 01/07/92 
4,719,383 06/913,192 01/12/88 5,077,917 07/620,049 01/07/92 
4,719,389 06/8 12,473 01/12/88 5,077,919 07/698,815 01/07/92 
4,719,410 06/770,571 01/12/88 5,077,924 07/575,122 01/07/92 
4,719,411 06/733,110 01/12/88 5,077,925 07/512,459 01/07/92 
4,719,412 06/807,461 01/12/88 5,077,929 07/733,847 01/07/92 
4,719,414 06/885,271 01/12/88 5,077,942 07/696,069 01/07/92 
4,719,418 06/703,001 01/12/88 5,077,945 07/593,973 01/07/92 
4,719,422 06/879,513 01/12/88 5,077,957 07/470,982 01/07/92 
4,719,434 06/917,270 01/12/88 5,077,959 07/674,109 01/07/92 
4,719,441 06/830,516 01/12/88 5,077,960 07/546,423 01/07/92 
4,719,445 06/933,395 01/12/88 5,077,962 07/610,345 01/07/92 
4,719,451 06/879,655 01/12/88 5,077,963 07/520,822 01/07/92 
4,719,455 06/821,962 01/12/88 5,077,964 07/188,659 01/07/92 
4,719,459 06/836,929 01/12/88 5,077,966 07/595 ,097 01/07/92 
4,719,482 06/860,793 01/12/88 5,077,971 07/544,731 01/07/92 
4,719,486 06/809,408 01/12/88 5,077,973 07/474,782 01/07/92 
4,719,491 07/013,425 01/12/88 5,077,984 07/494,306 01/07/92 
4,719,495 06/889,534 01/12/88 5,077,993 07/561,953 01/07/92 
4,719,500 06/711,823 01/12/88 5,077,996 07/691,971 01/07/92 
4,719,520 06/721,890 01/12/88 5,078,014 07/518,172 01/07/92 
4,719,527 06/793,007 01/12/88 5,078,017 07/518,961 01/07/92 
4,719,530 06/562,597 01/12/88 5,078,020 07/228,202 01/07/92 
4,719,534 06/863,092 01/12/88 5,078,025 07/620,235 01/07/92 
4,719,541 06/924,847 01/12/88 5,078,032 07/578,899 01/07/92 
4,719,542 06/821 ,442 01/12/88 5,078,036 07/457,716 01/07/92 
4,719,548 06/900,836 01/12/88 5,078,041 07/532,594 01/07/92 
4,719,549 06/808,039 01/12/88 5,078,042 07/549,347 01/07/92 
4,719,552 06/930,821 01/12/88 5,078,047 07/562,619 01/07/92 
4,719,558 06/922,691 01/12/88 5,078,053 07/628,705 01/07/92 
4,719,560 06/845,569 01/12/88 5,078,054 07/322,953 01/07/92 
4,719,561 06/752,593 01/12/88 5,078,059 07/543,391 01/07/92 
4,719,563 06/684,293 01/12/88 5,078,061 07/687 ,066 01/07/92 
4,719,570 06/597 ,744 01/12/88 5,078,065 07/668,628 01/07/92 
4,719,571 06/836,677 01/12/88 5,078,068 07/623,372 01/07/92 
4,719,573 06/882,440 01/12/88 5,078,071 07/445,652 01/07/92 
4,719,577 06/738,726 01/12/88 5,078,073 07/565,389 01/07/92 
4,719,581 06/670,579 01/12/88 5,078,076 07/621,072 01/07/92 
4,719,583 06/662,976 01/12/88 5,078,086 07/196,573 01/07/92 
4,719,587 06/723,782 01/12/88 5,078,088 07/592,669 01/07/92 
4,719,590 06/640,736 01/12/88 5,078,089 07/517,744 01/07/92 
4,719,592 06/545,519 01/12/88 5,078,096 07/641 ,602 01/07/92 
4,719,596 06/841,416 01/12/88 5,078,103 07/626,835 01/07/92 
4,719,597 06/766,279 01/12/88 5,078,106 07/588,045 01/07/92 
4,719,600 06/830,312 01/12/88 5,078,107 07/676,831 01/07/92 
4,719,603 06/852,316 01/12/88 5,078,114 07/444,241 01/07/92 
4,719,604 06/885,638 01/12/88 5,078,115 07/612,055 01/07/92 
4,719,617 06/705,460 01/12/88 5,078,119 07/609,688 01/07/92 
4,719,618 06/737,000 01/12/88 5,078,121 07/696,159 01/07/92 
4,719,626 06/767,795 01/12/88 5,078,122 07/647,155 01/07/92 
4,719,629 06/792,097 01/12/88 5,078,123 07/451,524 01/07/92 
4,719,634 06/924,196 01/12/88 5,078,130 07/219,302 01/07/92 
4,719,638 06/761,746 01/12/88 5,078,131 07/526,234 01/07/92 
4,719,643 06/908,888 01/12/88 5,078,135 07/359,475 01/07/92 
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Patent Application Issue 5,078,498 07/546,065 01/07/92 
Number Number Date 5,078,501 07/476, 130 01/07/92 

5,078,506 07/682,095 01/07/92 
5,078,148 07/508,309 01/07/92 5,078,507 07/670,857 01/07/92 
5,078,149 07/589,525 01/07/92 = 5,078,509 07/590,702 01/07/92 
5,078,152 07/280,177 01/07/92 = 5,078,512 07/658,305 01/07/92 
5,078,154 07/507,218 01/07/92 5,078,524 07/740,646 01/07/92 
5,078,165 07/656,214 01/07/92 = 5,078,544 07/565,349 01/07/92 
5,078,178 07/701,499 01/07/92 5,078,545 07/561,883 01/07/92 
5,078,182 07/433,622 01/07/92 = 5,078,551 07/581,504 01/07/92 
5,078,183 07/604,192 01/07/92 5,078,553 07/474,923 01/07/92 
5,078,190 07/635,722 01/07/92 5,078,565 07/643, 160 01/07/92 
5,078,195 07/462,482 01/07/92 = 5,078,567 07/569,399 01/07/92 
5,078,202 07/583,464 01/07/92 = 5,078,574 07/615,338 01/07/92 
5,078,211 07/452,778 01/07/92 5,078,578 07/529,352 01/07/92 
5,078,213 07/687,782 01/07/92 = 5,078,579 07/544,245 01/07/92 
5,078,217 07/613,353 01/07/92 = 5,078,587 07/621,078 01/07/92 
5,078,219 07/553,467 01/07/92 5,078,599 07/505,943 01/07/92 
5,078,221 07/437,844 01/07/92 5,078,602 07/5 16,985 01/07/92 
5,078,225 07/689,109 01/07/92 5,078,604 07/485,124 01/07/92 
5,078,226 07/537,943 01/07/92 5,078,608 07/642,885 01/07/92 
5,078,227 07/536,178 01/07/92 5,078,609 07/686,912 01/07/92 
5,078,231 07/699,576 01/07/92 = 5,078,611 07/648,719 01/07/92 
5,078,238 07/416,085 01/07/92 5,078,617 07/647,616 01/07/92 
5,078,239 07/376,652 01/07/92 5,078,619 07/716,188 01/07/92 
5,078,240 07/556,222 01/07/92 5,078,620 07/684,131 01/07/92 
5,078,247 07/638,624 01/07/92 5,078,629 07/649,163 01/07/92 
5,078,254 07/158,563 01/07/92 5,078,630 07/426,272 01/07/92 
5,078,258 07/621,885 01/07/92 5,078,631 07/653,192 01/07/92 
5,078,259 07/541,330 01/07/92 = 5,078,650 07/508,973 01/07/92 
5,078,261 07/549,895 01/07/92 5,078,654 07/588,279 01/07/92 
5,078,262 07/575,384 01/07/92 5,078,658 07/568, 162 01/07/92 
5,078,271 07/545,342 01/07/92 5,078,665 07/644,778 01/07/92 
5,078,275 07/611,627 01/07/92 5,078,669 07/622,580 01/07/92 
5,078,280 07/673,561 01/07/92 = 5,078,672 07/572,591 01/07/92 
5,078,283 07/563,108 01/07/92 5,078,683 07/518,987 01/07/92 
5,078,286 07/634,505 01/07/92 ~—_ 5,078,686 07/369,991 01/07/92 
5,078,289 07/494,116 01/07/92 = 5,078,691 07/487,594 01/07/92 
5,078,291 07/667,230 01/07/92 5,078,694 07/321,176 01/07/92 
5,078,292 07/623,939 01/07/92 5,078,697 07/619,201 01/07/92 
5,078,298 07/575,488 01/07/92 = 5,078,701 07/593,051 01/07/92 
5,078,310 07/637,547 01/07/92 5,078,704 07/110,544 01/07/92 
5,078,318 07/514,398 01/07/92 5,078,706 07/552,819 01/07/92 
5,078,326 07/645,132 01/07/92 = 5,078,724 07/450,464 01/07/92 
5,078,331 07/599,960 01/07/92 5,078,729 07/584,580 01/07/92 
5,078,332 07/608,355 01/07/92 = 5,078,731 07/533,515 01/07/92 
5,078,333 07/607 ,346 01/07/92 5,078,738 07/487,955 01/07/92 
5,078,344 07/519,626 01/07/92 = 5,078,746 07/301,939 01/07/92 
5,078,347 07/657,375 01/07/92 5,078,751 07/505,094 01/07/92 
5,078,348 07/701,050 01/07/92 = 5,078,752 07/492,597 01/07/92 
5,078,350 07/491,324 01/07/92 5,078,756 07/464,307 01/07/92 
5,078,351 07/686,653 01/07/92 = 5,078,757 07/524,966 01/07/92 
5,078,357 07/598,070 01/07/92 = 5,078,758 07/485,105 01/07/92 
5,078,358 07/583,169 01/07/92 = 5,078,769 07/541,786 01/07/92 
5,078,359 07/537,552 01/07/92 = 5,078,772 07/617,268 01/07/92 
5,078,365 07/723,856 01/07/92 5,078,779 07/278,631 01/07/92 
5,078,368 07/520,244 01/07/92 5,078,780 07/109,667 01/07/92 
5,078,369 07/320,511 01/07/92 = 5,078,782 07/544,031 01/07/92 
5,078,371 07/378,872 01/07/92 = 5,078,787 07/531,930 01/07/92 
5,078,375 07/622,953 01/07/92 5,078,792 07/498,897 01/07/92 
5,078,385 07/400,796 01/07/92 5,078,798 07/458,123 01/07/92 
5,078,386 07/577,773 01/07/92 = 5,078,802 07/283,130 01/07/92 
5,078,396 07/394,873 01/07/92 —_ 5,078,804 07/569,411 01/07/92 
5,078,397 07/631,203 01/07/92 = 5,078,811 07/414,962 01/07/92 
5,078,399 07/528,249 01/07/92 5,078,814 07/362,732 01/07/92 
5,078,410 07/134,776 01/07/92 5,078,819 07/558,686 01/07/92 
5,078,416 07/447,190 01/07/92 = 5,078,821 07/566,289 01/07/92 
5,078,417 07/589,662 01/07/92 5,078,823 07/525,406 01/07/92 
5,078,422 07/601,365 01/07/92 5,078,826 07/431,587 01/07/92 
5,078,428 07/621,258 01/07/92 = 5,078,829 07/485,214 01/07/92 
5,078,429 07/363,051 01/07/92 5,078,830 07/490,931 01/07/92 
5,078,430 07/552,556 01/07/92 5,078,842 07/574,267 01/07/92 
5,078,431 07/649,905 01/07/92 5,078,854 07/468,277 01/07/92 
5,078,432 06/831,832 01/07/92 5,078,863 07/347,718 01/07/92 
5,078,434 07/429,466 01/07/92 5,078,865 07/502,530 01/07/92 
5,078,437 07/664,945 01/07/92 = 5,078,871 07/540,196 01/07/92 
5,078,446 07/488,704 01/07/92 = 5,078,875 07/578,832 01/07/92 
5,078,469 07/419,761 01/07/92 5,078,876 07/466,504 01/07/92 
5,078,474 07/616,657 01/07/92 = 5,078,881 07/430,801 01/07/92 





1232 OG 756 OFFICIAL GAZETTE Marcu 21, 2000 


Patent Application Issue 5,079,274 07/493,572 01/07/92 
Number Number Date 5,079,275 01/07/92 

5,079,278 07/595,721 01/07/92 
5,078,888 07/680,482 01/07/92 5,079,286 07/178,052 01/07/92 
5,078,889 07/598,987 01/07/92 5,079,288 07/496,150 01/07/92 
5,078,892 07/667,566 01/07/92 5,079,295 07/393,791 01/07/92 
5,078,897 07/411,122 01/07/92 = 5,079,297 07/360,638 01/07/92 
5,078,898 07/474, 134 01/07/92 5,079,298 07/296,305 01/07/92 
5,078,904 07/561,996 01/07/92 = 5,079,302 07/467,491 01/07/92 
5,078,906 07/454,455 01/07/92 = 5,079,316 07/483,490 01/07/92 
5,078,908 07/416,074 01/07/92 5,079,322 07/703,952 01/07/92 
5,078,919 07/495,578 01/07/92 5,079,325 07/384 ,636 01/07/92 
5,078,926 06/883,861 01/07/92 5,079,327 07/478,117 01/07/92 
5,078,927 07/551,516 01/07/92 = 5,079,328 07/477,710 01/07/92 
5,078,930 07/560,418 01/07/92 = 5,079,333 07/552,635 01/07/92 
5,078,931 07/531,080 01/07/92 = 5,079,337 07/159,582 01/07/92 
5,078,950 07/416,811 01/07/92 = 5,079,339 07/566,790 01/07/92 
5,078,960 07/427,853 01/07/92 = 5,079,346 07/517,219 01/07/92 
5,078,962 07/571,226 01/07/92 5,079,353 07/127,905 01/07/92 
5,078,963 07/480,048 01/07/92 = 5,079,356 07/547,793 01/07/92 
5,078,964 07/615,131 01/07/92 = 5,079,364 07/328,518 01/07/92 
5,078,969 07/450,815 01/07/92 = 5,079,367 07/442,725 01/07/92 
5,078,970 07/546,021 01/07/92 = 5,079,374 07/464,510 01/07/92 
5,078,972 07/420,800 01/07/92 = 5,079,377 07/555,691 01/07/92 
5,078,974 07/472,329 01/07/92 = 5,079,378 07/558,627 01/07/92 
5,078,979 07/555,953 01/07/92 = 5,079,387 07/472,702 01/07/92 
5,078,980 07/552,694 01/07/92 = 5,079,392 07/543,440 01/07/92 
5,078,981 07/549,159 01/07/92 = 5,079,396 07/453,641 01/07/92 
5,078,984 07/358,614 01/07/92 = 5,079,398 07/441,837 01/07/92 
5,078,991 07/442,962 01/07/92 = 5,079,401 07/610,255 01/07/92 
5,078,995 07/522,206 01/07/92 5,079,403 07/600,903 01/07/92 
5,079,000 07/438,838 01/07/92 5,079,404 07/602,762 01/07/92 
5,079,002 07/391,502 01/07/92 5,079,408 07/619,446 01/07/92 
5,079,004 07/685,254 01/07/92 = 5,079,413 07/644,214 01/07/92 
5,079,007 07/459,723 01/07/92 = 5,079,421 07/621,823 01/07/92 
5,079,008 07/547,538 01/07/92 5,079,427 07/635,135 01/07/92 
5,079,019 07/464,185 01/07/92 = 5,079,437 07/496,473 01/07/92 
5,079,022 07/582,061 01/07/92 = 5,079,441 07/286,595 01/07/92 
5,079,025 07/453,989 01/07/92 5,079,444 07/485,432 01/07/92 
5,079,037 07/458,426 01/07/92 5,079,448 07/596,042 01/07/92 
5,079,038 07/592,457 01/07/92 = 5,079,452 07/546,579 01/07/92 
5,079,043 07/621,508 01/07/92 5,079,457 07/631,420 01/07/92 
5,079,045 07/516,265 01/07/92 5,079,458 07/348,002 01/07/92 
5,079,047 07/351,085 01/07/92 5,079,459 07/644,992 01/07/92 
5,079,052 07/378,212 01/07/92 5,079,460 07/645,972 01/07/92 
5,079,058 07/487,263 01/07/92 5,079,463 07/544,832 01/07/92 
5,079,062 07/374,366 01/07/92 5,079,465 07/617,272 01/07/92 
5,079,070 07/595,902 01/07/92 5,079,469 07/597,227 01/07/92 
5,079,073 07/396,590 01/07/92 5,079,476 07/477,686 01/07/92 
5,079,077 07/417,188 01/07/92 5,079,477 07/427,096 01/07/92 
5,079,086 07/596,118 01/07/92 5,079,479 07/672,473 01/07/92 
5,079,089 07/385,413 01/07/92 5,079,481 07/561,741 01/07/92 
5,079,120 07/575,004 01/07/92 5,079,491 07/355,454 01/07/92 
5,079,142 07/006,662 01/07/92 = 5,079,501 07/658,804 01/07/92 
5,079,147 07/322,600 01/07/92 5,079,503 07/498,391 01/07/92 
5,079,150 07/272,360 01/07/92 5,079,510 07/608,540 01/07/92 
5,079,153 07/531,701 01/07/92 = 5,079,511 07/501,164 01/07/92 
5,079,157 07/398,733 01/07/92 = 5,079,514 07/592,006 01/07/92 
5,079,161 07/370,028 01/07/92 5,079,534 07/584,139 01/07/92 
5,079,172 67/267,320 01/07/92 = 5,079,537 07/696,323 01/07/92 
5,079,173 07/233,141 01/07/92 5,079,542 07/665,576 01/07/92 
5,079,178 07/448,052 01/07/92 5,079,544 07/315,638 01/07/92 
5,079,180 07/568,305 01/07/92 = 5,079,547 07/661,870 01/07/92 
5,079,181 07/397,847 01/07/92 = 5,079,557 07/632,784 01/07/92 
5,079,193 07/560,866 01/07/92 5,079,562 07/547,993 01/07/92 
5,079,194 07/595,986 01/07/92 = 5,079,566 07/594,327 01/07/92 
5,079,200 07/571,481 01/07/92 = 5,079,572 07/556,728 01/07/92 
5,079,206 07/542,938 01/07/92 = 5,079,575 07/484,840 01/07/92 
5,079,216 07/531,918 01/07/92 5,079,579 07/597,905 01/07/92 
5,079,217 07/478,063 01/07/92 5,079,580 07/555,059 01/07/92 
5,079,223 07/566,780 01/07/92 = 5,079,596 07/353,643 01/07/92 
5,079,226 07/501,818 01/07/92 5,079,607 07/630,065 01/07/92 
5,079,231 07/384,327 01/07/92 = 5,079,631 07/489,127 01/07/92 
5,079,234 07/327,645 01/07/92 5,079,635 07/540,224 01/07/92 
5,079,237 07/298,151 01/07/92 5,079,642 07/628,851 01/07/92 
5,079,241 07/420,270 01/07/92 5,079,644 07/586,002 01/07/92 
5,079,243 07/477 ,284 01/07/92 5,079,646 07/549,922 01/07/92 
5,079,249 07/572,858 01/07/92 = 5,079,651 07/344,739 01/07/92 
5,079,250 07/572,172 01/07/92 5,079,663 07/471,576 01/07/92 
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Patent Application Issue 5,481,929 08/188,534 01/09/96 
Number Number Date 5,481,935 08/211,930 01/09/96 
5,481,947 08/404,448 01/09/96 

5,079,666 07/401,280 01/07/92 = 5,481,949 08/288,722 01/09/96 
5,079,671 07/664, 150 01/07/92 = 5,481,951 08/153,566 01/09/96 
5,079,674 07/632,850 01/07/92 5,481,953 08/275,278 01/09/96 
5,079,677 07/397,783 01/07/92 = 5,481,961 08/186,790 01/09/96 
5,079,697 07/662,313 01/07/92 5,481,967 08/364,941 01/09/96 
5,079,706 07/479,189 01/07/92 = 5,481,983 08/330,351 01/09/96 
5,079,720 07/310,808 01/07/92 = 5,481,987 08/265,312 01/09/96 
5,079,725 07/438,746 01/07/92 5,481,998 08/064, 194 01/09/96 
5,079,728 07/472,780 01/07/92 5,482,011 08/268,171 01/09/96 
5,079,729 07/228,548 01/07/92 5,482,015 08/274,395 01/09/96 
5,079,730 07/406,790 01/07/92 5,482,016 08/296,708 01/09/96 
5,079,733 07/683,082 01/07/92 5,482,024 07/604,801 01/09/96 
5,079,742 07/386,849 01/07/92 5,482,025 08/380,728 01/09/96 
5,079,746 07/306,961 01/07/92 5,482,026 08/133,857 01/09/96 
5,079,758 07/414,041 01/07/92 5,482,038 08/267,784 01/09/96 
5,079,766 07/432,547 01/07/92 5,482,057 08/230,715 01/09/96 
5,079,771 07/356,048 01/07/92 5,482,058 08/194,054 01/09/96 
5,482,060 08/296,429 01/09/96 

5,482,071 08/399,532 01/09/96 

5,482,079 08/260,898 01/09/96 

5,482,087 08/167,921 01/09/96 

PATENTS WHICH EXPIRED ON January 9, 2000 5,482,093 08/275,769 01/09/96 
DUE TO FAILURE TO PAY MAINTENANCE FEES 5,482,096 08/276,796 01/09/96 
5,482,097 08/389,132 01/09/96 

5,482,110 08/278,877 01/09/96 

Patent Application Issue 5,482,114 08/387,348 01/09/96 
Number Number Date 5,482,126 08/352,245 01/09/96 
5,482,130 08/191,659 01/09/96 

5,481,764 08/267,882 01/09/96 = 5,482,131 08/133,075 01/09/96 
5,481,765 08/350,071 01/09/96 = 5,482,132 08/451,340 01/09/96 
5,481,766 08/288,680 01/09/96 = 5,482,134 08/066,495 01/09/96 
5,481,768 08/244,955 01/09/96 = 5,482,137 08/107,585 01/09/96 
5,481,772 08/217,361 01/09/96 = 5,482,141 08/295,202 01/09/96 
5,481,777 08/285,073 01/09/96 = 5,482,143 07/960,432 01/09/96 
5,481,780 08/180,330 01/09/96 = 5,482,157 08/120,088 01/09/96 
5,481,783 08/267,375 01/09/96 = 5,482,160 08/296,709 01/09/96 
5,481,788 08/201 ,371 01/09/96 = 5,482,162 08/050,542 01/09/96 
5,481,789 08/202,514 01/09/96 = 5,482,165 08/258,220 01/09/96 
5,481,791 08/150,828 01/09/96 = 5,482,169 08/368,052 01/09/96 
5,481,792 08/160,760 01/09/96 = 5,482,176 08/214,799 01/09/96 
5,481,793 08/235,790 01/09/96 = 5,482,177 08/155,763 01/09/96 
5,481,797 08/222,595 01/09/96 = 5,482,182 08/319,890 01/09/96 
5,481,800 08/157,674 01/09/96 = 5,482,183 08/315,967 01/09/96 
5,481,801 08/281,021 01/09/96 = 5,482,184 08/291,677 01/09/96 
5,481,804 08/322,682 01/09/96 = 5,482,195 08/342,899 01/09/96 
5,481,805 08/167,988 01/09/96 = 5,482,202 08/458, 124 01/09/96 
5,481,807 08/212,955 01/09/96 = 5,482,206 08/276,632 01/09/96 
5,481,810 08/357,592 01/09/96 = 5,482,208 08/072,101 01/09/96 
5,481,811 08/156,313 01/09/96 = 5,482,216 08/049,376 01/09/96 
5,481,813 08/243,202 01/09/96 = 5,482,220 08/171,407 01/09/96 
5,481,817 08/136,867 01/09/96 = 5,482,221 08/280,116 01/09/96 
5,481,818 08/353,054 01/09/96 = 5,482,223 08/183,028 01/09/96 
5,481,819 08/200,204 01/09/96 = 5,482,225 08/198,534 01/09/96 
5,481,823 08/325,977 01/09/96 = 5,482,231 08/254,924 01/09/96 
5,481,826 08/349,684 01/09/96 = 5,482,234 08/290,829 01/09/96 
5,481,829 08/276,837 01/09/96 = 5,482,237 08/237,382 01/09/96 
5,481,848 08/121,287 01/09/96 = 5,482,238 07/639,608 01/09/96 
5,481,857 08/223,503 01/09/96 = 5,482,239 08/304,120 01/09/96 
5,481,860 08/221,576 01/09/96 = 5,482,245 08/410,405 01/09/96 
5,481,869 08/261,365 01/09/96 = 5,482,247 08/133,671 01/09/96 
5,481,876 08/318,306 01/09/96 = 5,482,256 08/208,597 01/09/96 
5,481,881 08/364,544 01/09/96 = 5,482,259 08/320,740 01/09/96 
5,481,883 08/326,229 01/09/96 = 5,482,261 08/388,996 01/09/96 
5,481,890 08/029,545 01/09/96 = 5,482,266 08/306,138 01/09/96 
5,481,891 08/169,079 01/09/96 = 5,482,268 07/990,721 01/09/96 
5,481,893 08/185,559 01/09/96 = 5,482,271 08/178,782 01/09/96 
5,481,897 08/183,675 01/09/96 = 5,482,275 08/342,099 01/09/96 
5,481,899 08/245,381 01/09/96 = 5,482,277 08/263,826 01/09/96 
5,481,901 08/412,586 01/09/96 = 5,482,283 08/436,749 01/09/96 
5,481,905 07/970,746 01/09/96 = 5,482,289 08/182,850 01/09/96 
5,481,908 08/055,236 01/09/96 = 5,482,293 08/223,831 01/09/96 
5,481,912 08/160,863 01/09/96 = 5,482,295 08/438, 105 01/09/96 
5,481,916 08/279,116 01/09/96 = 5,482,296 08/124,709 01/09/96 
5,481,918 08/258,814 01/09/96 ~—- 5,482,300 08/265,270 01/09/96 
5,481,926 08/353,505 01/09/96 —s 5,482,301 08/324,589 01/09/96 
5,481,927 08/126,471 01/09/96 ~— 5,482,302 08/306,375 01/09/96 
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Patent Application Issue 5,482,671 08/311,430 01/09/96 
Number Number ; Date 5,482,672 08/386,065 01/09/96 

5,482,677 08/062,085 01/09/96 
5,482,306 08/353,807 01/09/96 = 5,482,688 08/193,380 01/09/96 
5,482,307 08/255,084 01/09/96 = 5,482,689 07/655,450 01/09/96 
5,482,308 08/266,717 01/09/96 = 5,482,690 08/369,854 01/09/96 
5,482,309 08/209,468 01/09/96 = 5,482,692 08/271,694 01/09/96 
5,482,310 08/359,570 01/09/96 = 5,482,696 08/279,005 01/09/96 
5,482,312 08/265,499 01/09/96 = 5,482,708 08/175,393 01/09/96 
5,482,320 08/275,549 01/09/96 = 5,482,726 07/912,410 01/09/96 
5,482,321 08/148,230 01/09/96 = 5,482,731 08/235,271 01/09/96 
5,482,323 08/431,496 01/09/96 = 5,482,733 08/283,551 01/09/96 
5,482,331 08/377,409 01/09/96 = 5,482,742 08/096,476 01/09/96 
5,482,337 08/45 1,664 01/09/96 = 5,482,757 08/028,800 01/09/96 
5,482,338 08/068,832 01/09/96 = 5,482,781 08/337,571 01/09/96 
5,482,347 08/203,430 01/09/96 5,482,783 07/692,990 01/09/96 
5,482,363 08/328,706 01/09/96 = 5,482,793 08/131,234 01/09/96 
5,482,369 08/302,635 01/09/96 = 5,482,820 08/382,898 01/09/96 
5,482,372 08/212,668 01/09/96 = 5,482,823 08/311,536 01/09/96 
5,482,373 08/213,106 01/09/96 = 5,482,825 08/362,726 01/09/96 
5,482,391 08/219,903 01/09/96 = 5,482,832 08/320,203 01/09/96 
5,482,400 08/316,471 01/09/96 = 5,482,854 08/319,348 01/09/96 
5,482,401 08/161,364 01/09/96 = 5,482,859 07/984,438 01/09/96 
5,482,408 08/136,945 01/09/96 = 5,482,899 08/216,195 01/09/96 
5,482,423 08/030,352 01/09/96 = 5,482,912 08/201,993 01/09/96 
5,482,424 08/380,658 01/09/96 = 5,482,915 08/123,952 01/09/96 
5,482,428 08/288,999 01/09/96 = 5,482,918 08/192,534 01/09/96 
5,482,434 08/415,619 01/09/96 = 55,482,920 08/193,198 01/09/96 
5,482,435 08/329,609 01/09/96 = 5,482,923 08/048,812 01/09/96 
5,482,436 08/175,622 01/09/96 = 5,482,924 07/987,604 01/09/96 
5,482,437 08/405,667 01/09/96 = 5,482,955 08/416,416 01/09/96 
5,482,444 08/417,175 01/09/96 = 5,482,959 08/256,708 01/09/96 
5,482,452 08/249,849 01/09/96 = 5,482,973 08/136,616 01/09/96 
5,482,455 08/321,113 01/09/96 = 5,482,980 08/275,122 01/09/96 
5,482,462 08/204,334 01/09/96 = 5,482,983 08/38 1,273 01/09/96 
5,482,463 08/224,872 01/09/96 = 5,482,984 08/3 10,443 01/09/96 
5,482,464 08/289,019 01/09/96 = 5,482,997 08/195,056 01/09/96 
5,482,467 08/303 ,294 01/09/96 = 5,483,005 08/145,601 01/09/96 
5,482,481 08/406,041 01/09/96 = 5,483,024 08/134,035 01/09/96 
5,482,483 08/324,691 01/09/96 5,483,025 08/441,254 01/09/96 
5,482,487 08/089,347 01/09/96 = 5,483,027 08/294,946 01/09/96 
5,482,488 08/326,469 01/09/96 = 5,483,032 08/220,727 01/09/96 
5,482,490 08/160,819 01/09/96 = 5,483,037 08/159,614 01/09/96 
5,482,497 08/358,856 01/09/96 = 5,483,050 08/306,958 01/09/96 
5,482,499 08/337,775 01/09/96 = 5,483,052 08/162,626 01/09/96 
5,482,500 08/356,631 01/09/96 = 5,483,062 08/184,147 01/09/96 
5,482,507 08/283,357 01/09/96 = 5,483,071 08/266,606 01/09/96 
5,482,509 98/435,670 01/09/96 = 5,483,089 08/022,309 01/09/96 
5,482,512 08/226,602 01/09/96 = 5,483,094 08/312,371 01/09/96 
5,482,517 08/242,422 01/09/96 = 55,483,107 08/097,085 01/09/96 
5,482,521 08/245,275 01/09/96 = 5,483,111 08/217,443 01/09/96 
5,482,528 08/339,805 01/09/96 = 5,483,114 08/176,713 01/09/96 
5,482,534 08/211,916 01/09/96 = 5,483,137 08/031,526 01/09/96 
5,482,535 08/274,200 01/09/96 = 5,483,148 08/195,770 01/09/96 
5,482,542 08/226,892 01/09/96 =—_5,483,156 08/077,516 01/09/96 
5,482,549 08/222,688 01/09/96 5,483,161 07/989,990 01/09/96 
5,482,553 08/252,910 01/09/96 = 5,483,162 07/967,749 01/09/96 
5,482,560 08/28 1,408 01/09/96 = 5,483,168 08/024,133 01/09/96 
5,482,562 08/265,196 01/09/96 = 5,483,171 08/301 ,942 01/09/96 
5,482,572 08/140,777 01/09/96 = 5,483,182 08/399,003 01/09/96 
5,482,576 08/256,148 01/09/96 = 5,483,190 08/347,960 01/09/96 
5,482,581 07/236,461 01/09/96 ~=—-_5,483,193 08/409,397 01/09/96 
5,482,582 08/142,244 01/09/96 = 5,483,203 08/332,973 01/09/96 
5,482,583 08/137,003 01/09/96 = 5,483,227 08/206,646 01/09/96 
5,482,586 08/143,388 01/09/96 = 5,483,231 08/065, 167 01/09/96 
5,482,592 08/248,335 01/09/96 = 5,483,244 08/222,984 01/09/96 
5,482,605 08/389,280 01/09/96 = 5,483,252 08/207,743 01/09/96 
5,482,610 08/020,361 01/09/96 = 5,483,254 08/174,235 01/09/96 
5,482,613 08/244,528 01/09/96 = 5,483,259 08/226,779 01/09/96 
5,482,619 08/330,960 01/09/96 = 5,483,271 07/998,953 01/09/96 
5,482,620 08/274,846 01/09/96 = 5,483,275 07/941,153 01/09/96 
5,482,627 08/113,754 01/09/96 = 5,483,302 08/230,925 01/09/96 
5,482,632 08/234,458 01/09/96 = 5,483,303 08/247,265 01/09/96 
5,482,636 08/283,511 01/09/96 = 5,483,314 08/205,001 01/09/96 
5,482,644 08/394,743 01/09/96 = 5,483,325 08/228,276 01/09/96 
5,482,645 08/226,086 01/09/96 = 5,483,335 08/223,225 01/09/96 
5,482,651 08/025,571 01/09/96 = 5,483,345 08/300,649 01/09/96 
5,482,655 08/075,658 01/09/96 = 5,483,371 08/134,768 01/09/96 
5,482,668 07/903,987 01/09/96 = 5,483,387 08/279,762 01/09/96 
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08/273,724 
08/234,242 
08/290,900 
08/144,599 
08/151,965 
08/205,457 


Patents Reinstated Due to the Acceptance of a 
Late Maintenance Fee From 02/11/00 
Granted Date 


Serial Number Issue Date 


Patent Number Filing Date 
02/15/00 
02/16/00 
02/16/00 
02/15/00 
02/14/00 
02/14/00 
02/17/00 
02/07/00 
02/15/00 
02/16/00 
02/14/00 
02/14/00 
02/17/00 
02/15/00 
02/17/00 
02/16/00 
02/17/00 
02/15/00 
02/11/00 


12/24/91 
10/07/86 
05/05/87 
08/04/87 
12/19/89 
02/27/89 
04/24/90 
06/12/90 
09/21/93 
07/19/94 
08/09/94 
11/22/94 
01/10/95 
02/28/95 
03/14/95 
04/11/95 
06/20/95 
07/04/95 
07/18/95 


07/19/90 
04/29/85 
12/30/85 
06/28/84 
09/17/87 
07/26/89 
09/08/87 
12/28/88 
07/22/92 
11/18/92 
05/28/93 
07/09/93 
05/19/93 
10/05/92 
05/06/94 
04/05/93 
03/18/94 
02/24/93 
10/16/92 


07/554,457 
06/727,989 
06/814,493 
06/625,795 
07/978,852 
07/385 ,565 
07/094,192 
07/291,277 
07/918,444 
07/978,110 
08/069,937 
08/044,014 
08/065 ,470 
07/934,521 
08/239,292 
08/425,538 
08/214,597 
08/022,004 
07/962,129 


Re. 33,774 
4,616,039 
4,663,665 
4,684,119 
4,887,494 
4,904,112 
4,920,270 
4,932,197 
5,245,960 
5,330,246 
5,336,188 
5,367,309 
5,380,273 
5,393,301 
5,397,565 
5,404,594 
5,425,925 
5,430,434 
5,434,418 


Reissue Applications Filed 


Notice under 37 CFR 1.11(b). The reissue applications listed below 
are open to inspection by the general public in the indicated Examining 
Groups and copies may be obtained by paying the fee therefor (37 CFR 
1.12(b)). 


5,235,715, Re. S.N. 09/491,486, Jan. 24, 2000, Cl. 012/ 
142, IMPACT ABSORBING COMPOSITES AND THEIR 
PRODUCTION, Byron A. Donzis, Owner of Record: Jnventor, 
Attorney or Agent: Sue Z. Shaper, Ex. Gp.: 3728 


5,683,391, Re. S.N. 09/488,634, Jan. 20, 2000, Cl. 606/061, 
ANTERIOR SPINAL INSTRUMENTATION AND 
METHOD FOR IMPLANTATION AND REVISION, Gary 
K. Michelson, et. al., Owner of Record: SDG/ Holding, Inc., 
Wilmington, DE, Attorney or Agent: Thomas H. Martin, Ex. 
Gp.: 3731 


5,711,355, Re. S.N. 09/488,855, Jan. 21, 2000, C. 141/382, 
PORTABLE LIQUID TRANSFER CONTAINER AND DIS- 
PENSING NOZZLE WITH NON-MOVABLE PART FREE 
FLOW, VAPOR RECOVERY AND OVERFILL PREVEN- 
TION SYTEM, John Francis Kowalczyk, Owner of Record: 
Inventor, Attorney or Agent: John Smith-Hill, Ex. Gp.: 3751 


Requests for Reexaminations Filed 


Notice under 37 CFR 1.11(c). The requests for reexamination listed 
below are open to inspection by the general public in the indicated 


Examining Groups. Copies of the requests and related papers may be 
obtained by paying the fee therefor established in the Rules (37 CFR 
1.19(a)). 

In the event correspondence to the patent owner is not received, this 
notice will be considered to be constructive notice to the patent owner 
and reexamination will proceed (37 CFR 1.248(a)(5) and 1.525(b)). 


4,476,168, Reexam. S.N. 90/005,626, Feb. 1, 2000, Cl. 428/ 
004, ARTIFICIAL-FLOWER-FORMING RIBBON, Ryuji 
Aoyama, Owner of Record: Kabushiki Kaisha Aoyama, 
Nagoya-shi, Japan, Attorney or Agent: Thomas A O’ Rourke, 
Wyatt Gerber Meller and O’Rourke, New York, NY, Ex. Gp.: 
1775, Requester: Martin G. Raskin, Steinberg and Raskin, New 
York, NY 


4,660,170, Reexam. S.N. 90/005,619, Jan. 24, 2000, Cl. 710/ 
131, SYSTEM FOR PROVIDING REPROGRAMMING 
DATA TO AN EMBEDDED PROCESSOR, Kenneth H. Hui, 
et. al., Owner of Record: Hughes Missile Systems Co., Canoga 
Park, CA, Attorney or Agent: Edward B. Johnson, General 
Dynamics Corp., Pomona, CA, Ex. Gp.: 2781, Requester: 
Howard G. Garner, U.S. Army Aviation and Missile Command, 
Redstone Arsenal, AL 


5,189,605, Reexam. S.N. 90/005,623, Jan. 28, 2000, Cl. 701/ 
050, CONTROL AND HYDRAULIC SYSTEM FOR A LIFT- 
CRANE, Arthur Zuehlke, et. al., Owner of Record: Manitowoc 
Crane Group, Inc., Reno, NV, Attorney or Agent: Steven P. 
Shurtz, Brinks Hofer Gilson and Lione, Chicago, IL, Ex. Gp.: 
3661, Requester: Owner 
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5,297,019, Reexam. S.N. 90/005,624, Jan. 28, 2000, Cl. 701/ 
050, CONTROL AND HYDRAULIC SYSTEM FOR A LIFT- 
CRANE, Arthur Zuehlke, et. al., Owner of Record: Manitowoc 
Crane Group, Inc., Reno, NV, Attorney or Agent: Steven P. 
Shurtz, Brinks Hofer Gilson and Lione, Chicago, IL, Ex. Gp.: 
3661, Requester: Owner 


5,690,869, Reexam. S.N. 90/005,625, Jan. 28, 2000, Cl. 264/ 
004.1, USE OF A POLYMER MATERIAL ON THE BASIS 
OF MODIFIED HY DROCOLLOIDS AS COVERING MATE- 
RIAL, Rudolf Hinterwaldner, et. al., Owner of Record: Precote 
USA, Inc., McComb, MI, Attorney or Agent: Arthur A Gasey, 
Niro Scavone, Haller, and Niro, Chicago, IL, Ex. Gp.: 1711, 
Requester: Owner 


5,703,176, Reexam. S.N. 90/005,620, Jan. 26, 2000, Cl. 525/ 
369, POLYACRYLATE THICKENER AND METHOD FOR 
MAKING SAME, Gary Allan Ungefug, et. al., Owner of 
Record: Para-Chem Southern Inc., Simpsonville, SC., Attorney 
or Agent: Dority and Manning, Greenville, SC, Ex. Gp.: 1713, 
Requester: Owner 


5,886,118, Reexam. S.N. 90/005,627, Jan. 2, 2000, Cl. 526/ 
146, PROCESS FOR POLYMERIZING ACRYLONITRILE, 
Virgil Percec, Owner of Record: Case Western Reserve Univer- 
sity, Cleveland, OH, Attorney or Agent: Neil A. Duchez, Renner 
Otto Boisselle and Sklar, Cleveland OH, Ex. Gp.: 1713, 
Requester: Oblon Spivak McClelland Maier and Neustadt, 
Arlington, VA 


5,963,968, Reexam. S.N. 90/005,618, Jan. 11, 2000, Cl. 707/ 
517, APPARATUS AND METHOD FOR CONTROLLING 
AN ELECTRONIC PRESS TO PRINT FIXED AND VARI- 
ABLE INFORMATION, James L. Warmus, et. al., Owner of 
Record: R. R. Donnelley and Sons Co., Lisle, IL, Attorney or 
Agent: Marshall O’ Toole Gerstein Murray and Borun, Chicago, 
IL, Ex. Gp.: 2776, Requester: Owner 


Notice Regarding Technical Center 
Box Issue Fee Mailings 


The Office will begin mailing address labels with the PTOL- 
85, “Notice of Allowance and Issue Fee Due” for patent applica- 
tions allowed in all Technology Centers. These address labels 
should be used to ensure proper routing of post-allowance 
correspondence. This directive supersedes the “Special Boxes 
for Patent Mail” instruction. Any Notice of Allowance and 
Issue Fee Due received without the accompanying address 
labels should continue to be addressed to Box Issue Fee. 


March 11, 1998 NICHOLAS P. GODICI 
Deputy Assistant Commissioner 
for Patents (Acting) 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


Ameriplan Health Services, Ltd., Atlanta, GA, Reg. No. 
1,222,872, “AMERIPLAN”, Canc. No. 29,635. 


CARMEN C. RUTH 
Paralegal, 

Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


OFFICIAL GAZETTE 
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Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


J.T.Y., Los Angeles, CA, Reg. No. 1,915,099 for the mark 
“ANNIE AND DESIGN”, Canc. No. 28,616. 


ROCHELLE RICKS 
Paralegal, 

Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


Golden Brioche, Inc., dba Golden Brioche Bakery, New York, 
NY, Reg. No. 1,256,316 for the mark “GOLDEN BRIOCHE” 
and Reg. No. 1,256,319 for the mark “GOLDEN BRIOCHE 
AND DESIGN”, Canc. No. 29,568. 


LATOYA JOHNSON 
Paralegal Specialist, 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


Kelsey’s of Naples, Inc., Fort Myers, FL, Reg. No. 1,833,524 
for the mark “LOOSE MOOSE TAP & GRILL”, Canc. Nos. 
29,068 and 29,069. 


LATOYA JOHNSON 
Paralegal Specialist, 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
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enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


Grant D. Bowerman, Woodbury, MN, Reg. No. 1,411,521 for 
the mark “EGGIES (STYLIZED)”, Canc. No. 29,879. 


LATOYA JOHNSON 
Paralegal Specialist, 
Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


Service by Publication 


A petition to cancel the registration identified below having 
been filed, and the notice of such proceeding sent to registrant 
at the last known address having been returned by the Postal 
Service as undeliverable, notice is hereby given that unless the 
registrant listed herein, its assigns or legal representatives, shall 
enter an appearance within thirty days of this publication, the 
cancellation will proceed as in the case of default. 


American Trailers, Inc., Oklahoma City, OK, Reg. No. 775,656 
for the mark “AMERICAN AND DESIGN”, Canc. No. 29,721. 


CARMEN C. RUTH 
Paralegal, 

Trademark Trial 

and Appeal Board, for 
ROBERT M. ANDERSON 
Deputy Assistant Commissioner 
For Trademarks 


Notice of Petition for Reinstatement 


Bernard S. Hoffman, of Baldwin, New York, whose regis- 
traton number is 30,756 and who has been suspended pursuant 
to 35 U.S.C. § 32 for a period of three months, has filed a 
petition for reinstatement. Granting reinstatement is subject to, 
inter alia, establishing to the satisfaction of the Director of 
Enrollment and Discipline that granting the petition is not con- 
trary to the public interest, and that the suspended practitioner 
has complied with the provisions of 37 CFR § 10.158 during 
his period of suspension. 37 CFR § 10.160. Accordingly, infor- 
mation bearing upon Bernard S. Hoffman’s good moral char- 
acter and repute is material to his eligibility for reinstatement. 
Any information tending to affect the eligibility of Bernard S. 
Hoffman on moral, ethical, or other grounds should be furnished 
to the Director of Enrollment and Discipline in a written com- 
munication addressed to the Commissioner of Patents and 
Trademarks, Box OED, Washington, D.C. 20231 before May 
5, 2000. 


February 18, 2000 HARRY I. MOATZ, Acting Director 
Office of Enrollment and Discipline 


Registration to Practice 


The following list contains the names of persons applying 
for registration to practice before the United States Patent and 
Trademark Office who have been given provisional recognition 
pursuant to 37 CFR §10.9(a) to prepare and prosecute patent 
applications before the Office until their registration certificates 
are mailed to them. Final approval for registration is subject 
to establishing to the satisfaction of the Director of the Office of 
Enrollment and Discipline that the person seeking registration 
is of good moral character and repute. [37 CFR §10.7(a)]. 
Accordingly, any information tending to affect the eligibility 
of any of the following applicants on moral, ethical, or other 
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grounds should be furnished to the Director, Office of Enroll- 
ment and Discipline on or before May 5, 2000. 


Adolphe, Eunja, 21576 Kouros Ct., Ashburn, VA 20147 


Borges, Elias C., 90A Dewson St., Toronto, Ont., M6H 1H3, 
Canada 


Charkow, Jason S., 82 Havermill Rd., New City, NY 10956 


Charness, Mitchell B., 556 Fraser Ave., Ottawa, Ont., K2A 
2R4, Canada 


Ethier, Daniele, 756 Pierre, Laval, Que., H7X 3L8, Canada 


Jakubowski, Peter, J., 18072 Lakepoint Lane, Huntington 
Beach, CA 92647 


Kang, Timothy B., 2055 Pieris Ct., Vienna, VA 22182 


O'Neill, Michael W., 2400 Sierra Blvd., #84, Sacramento, CA 
95825 


Prikockis, Larry J., 617 N. Monroe St., #2, Arlington, VA 
22201 


Xu, Hong J., 6003K Rock Cliff Lane, Alexandria, VA 22315 


HARRY I. MOATZ, Acting Director 


February 18, 2000 
Office of Enrollment and Discipline 


Errata 


“All reference to Patent No. 6,031,735 to Bengt Assow of 
Sweden for DEVICE AND METHOD OF SUPPLYING 
FROM AN AC SOURCE appearing in the Official Gazette 
of February 29, 2000 should be deleted since no patent was 
granted.” 


“All reference to Patent No. 6,032,422 to Thomas E. Gifford 
of Indiana for BRICK MOLDING HAVING AN INTEGRAL 
HINGE AND CONCEALED MOUNTING SURFACE 
appearing in the Official Gazette of March 7, 2000 should be 
deleted since no patent was granted.” 


“All reference to Patent No. 6,033,473 to Makoto lida, et al., 
of Japan for CRYSTAL HOLDING APPARATUS appearing in 
the Official Gazette of March 7, 2000 should be deleted since 
no patent was granted.” 


“All reference to Patent No. 6,033,666 to Kiron M. Das of 
New Jersey for METHOD OF TREATING ULCERATIVE 
COLITIS WITH A MONOCLONAL ATIBODY appearing in 
the Official Gazette of March 7, 2000 should be deleted since 
no patent was granted.” 


“All reference to Patent No. 6,034,213 to Michael B. Brenner, 
et al., of Massachusetts for NOVEL INTEGRIN ALPHA SUB- 
UNIT appearing in the Official Gazette of March 7, 2000 should 
be deleted since no patent was granted.” 


“All reference to Patent No. 6,034,294 to Anders Carlsson 
of Molnlycke, Sweden for ABSORBENT ARTICLE, SUCH 
AS A DIAPER, AN INCONTINENCE GUARD, A SANI- 
TARY NAPKIN OR LIKE ARTICLE appearing in the Official 
Gazette of March 7, 2000 should be deleted since no patent 
was granted.” 


“All reference to Patent No. 6,034,587 to Marc Serpinet, 
et al., of France, for ADJUSTABLE ELECTROMAGNETIC 
TRIP DEVICE AND A CIRCUIT BREAKER COMPRISING 
SUCH A TRIP DEVICE appearing in the Official Gazette of 
March 7, 2000 should be deleted since no patent was granted.” 


Certificates of Corrections 
for March 21, 2000 


5,786,058 
5,787,457 


5,847,088 
5,847,186 


B1 5,704,552 5,689,336 
D. 379,170 5,691,321 
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D. 399,420 5,703,436 5,787,951 5,850,031 5,882,852 5,915,779 5,940,633 5,962,055 
D. 413,578 5,708,150 5,789,026 5,851,352 5,882,882 5,919,447 5,941,365 5,962,961 
RE. 36,097 5,718,625 5,790,209 5,852,625 5,883,666 5,920,255 5,941,646 5,963,121 
4,596,406 5,719,275 5,792,058 5,856,120 5,884,685 5,922,147 5,942,376 5,965,554 
4,917,123 5,719,304 5,793,648 5,856,270 5,886,701 5,923,637 5,942,478 5,965,597 
5,004,405 5,724,980 5,795,589 5,856,406 5,887,936 5,924,740 5,945,248 5,966,318 
5,156,627 5,725,446 5,799,530 5,856,443 5,889,038 5,924,821 5,945,441 5,966,416 
5,170,772 5,727,128 5,801,574 5,857,327 5,890,443 5,924,849 5,945,620 5,971,356 
5,321,310 5,736,371 5,802,524 5,857,376 5,890,924 5,927,603 5,946,630 5,980,826 
5,346,739 5,737,772 5,807,528 5,858,845 5,892,825 5,929,087 5,946,999 5,983,930 
5,448,808 5,737,773 5,807,859 5,862,602 5,893,644 5,929,120 5,947,062 5,992,976 
5,458,892 5,739,559 5,814,627 5,863,695 5,894,644 5,929,124 5,948,136 
5,469,468 5,742,178 5,815,903 5,867,454 5,896,597 5,929,418 5,948,566 
5,545,416 5,742,279 5,818,666 5,867,591 5,897,346 5,929,950 5,948,696 
5,549,915 5,746,720 5,818,936 5,867,827 5,897,455 5,930,272 5,949,270 
5,565,011 5,748,155 5,823,799 5,870,812 5,897,766 5,931,572 5,950,197 
5,567,598 5,750,394 5,825,602 5,871,020 5,898,692 5,931,832 5,951,982 
5,597,639 5,757,950 5,826,451 5,872,202 5,901,041 5,932,869 5,953,359 
5,632,001 5,761,741 5,828,197 5,873,354 5,902,413 5,932,877 5,954,218 
5,639,464 5,765,147 5,829,261 5,874,555 5,903,826 5,933,232 5,954,986 
5,652,427 5,769,691 5,831,777 5,874,722 5,905,631 5,934,606 5,955,451 
5,663,300 5,772,352 5,833,344 5,875,305 5,908,190 5,935,279 5,956,824 
5,667,277 5,773,387 5,837,545 5,875,585 5,909,589 5,936,642 5,959,952 
5,675,809 5,775,691 5,839,354 5,875,921 5,911,856 5,937,175 5,960,740 
5,675,831 5,780,692 5,841,607 5,877,205 5,911,977 5,938,078 5,961,105 
5,684,459 5,782,254 5,842,147 5,880,153 5,912,099 5,939,851 5,961,126 
5,689,050 5,782,494 5,846,225 5,881,477 5,914,873 5,940,597 5,961,264 
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SPECIAL BOXES FOR PATENT MAIL 


Special box designations should be used to allow forwarding of particular types of mail to the appropriate areas as quickly 
as possible. Such mail is forwarded to the appropriate area without being opened. Only the specified type of document should 
be placed in an envelope addressed to one of these special boxes. If any documents other than the specified type identified for 
each special box are addressed to that box, they will be significantly delayed in reaching the appropriate area for which they 
are intended. 


Please address mail as follows: 


Box Designations 


Box REISSUE 
Box 12 
Box 313b 


Box AF 

Box Comments 
Patents 

Box CPA 

Box DAC 


Box DD 
Box Design 
Box Issue Fee 


Box Missing Parts 

Box MPEP 

Box Non-Fee 
Amendment 

Box PATENT 
APPLICATION 

Box Patent Ext. 

Box PCT 

Box Provisional 


Patent Application 


Box Reconstruction 
Box Reexam 

Box Sequence 

Box SN 


ee 
Assistant Commissioner for Patents 
Washington, D.C. 20231 


Explanation 


All new and continuing Reissue application filings. 

Contributions to the Examiner Education Program. 

Petitions under 37 CFR 1.313(b) to withdraw a patent application from issue after payment of 
the issue fee and any papers associated with the petition, including papers necessary for filing 
a continuing application. 

Expedited procedure for processing amendments and other responses after final rejection. 
Public comments regarding patent related regulations and procedures. 


Requests for Continued Prosecution Applications (CPA’s) under 37 CFR 1.53(d). 

Petitions decided by the Office of Petitions including petitions to revive and petitions to accept 
late payment of issue fees or maintenance fees. 

Disclosure Documents or materials related to the Disclosure Document Program. 

The filing of all design patent applications and any communications relating thereto. 

All communications following the receipt of a PTOL-85, “Notice of Allowance and Issue Fee 
Due,” and prior to the issuance of a patent should be addressed to Box Issue Fee, unless advised 
to the contrary. Assignments are the exception. Assignments should be submitted in a separate 
envelope and not be sent to Box Issue Fee. 

Response to the Notice to File Missing Parts of Application and associated papers and fees. 
Submissions concerning the Manual of Patent Examining Procedures. 

Non-fee amendments to patent applications. 

(Use Box AF for responses after final rejection). 

New patent applications and associated papers and fees. 


Applications for patent term extension and any communications relating thereto. 
Mail related to applications filed under the Patent Cooperation Treaty. 
The filing of all provisional patent applications and any communications relating thereto. 


Correspondence pertaining to the reconstruction of lost patent files. 

Requests for Reexamination for original request papers only. 

Submission of diskette for biotechnical application. 

For fee and petitions under 37 CFR 1.182 to obtain date received and/or serial number for patent 
applications prior to the Office’s standard notification (return post card or the official “Filing 
Receipt,” “Notice to File Missing Parts,” or “Notice of Incomplete Application”). 


SPECIAL BOXES FOR TRADEMARK MAIL 


Special box designations should be used to allow forwarding of particular types of trademark mail to the appropriate areas 
as quickly as possible. In addition to these box designations, filers are encouraged to indicate whether the contents of the 
envelope contain a fee. Envelopes containing a fee should be marked “FEE;” envelopes not containing a fee should be marked 
“NO FEE.” Box designations and “FEE/NO FEE” indicators should appear on the envelope as well as on the cover sheet or 
first page of any document. 


Please address mail as follows: 


a 

FEE (or NO FEE) 

Assistant Commissioner for Trademarks 
2900 Crystal Drive 

Arlington, Virginia 22202-3513 


Box Designations 


Explanation 


Box NEW APP FEE New trademark applications and fees. 


Box ITU FEE 
Box TTAB FEE 


Statements of Use (SOUs) and extension requests. 
Oppositions, cancellation petitions, and ex parte appeals. 


Box TTAB NO FEE Interferences, motions, and extension requests. 

Box STATUS NO __ Written status inquiries. 
FEE 

Box POST REG 
FEE 

Box RESPONSES 
NO FEE 


Affidavits, renewals, corrections and amendments. 


Responses to Examining Attorneys’ Office actions and Post Registration actions. 





1232 OG 770 OFFICIAL GAZETTE Marcu 21, 2000 


SPECIAL BOXES APPLICABLE TO BOTH PATENT AND TRADEMARK MAIL 


The following special box designations are applicable to both patent and trademark related mail, and the recommendations 
for “Special Boxes for Patent Mail” (above) should be followed for the types of mail listed below. 


Please address mail as follows: 


Box 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 


Box Designations Explanation 


Box 3 Mail for the Office of Personnel from NFC. 

Box 4 Mail for the Deputy Assistant Secretary of Commerce and Deputy Commissioner of Patents and 
Trademarks; Office of Legislative and International Affairs. 

Box 6 Mail for the Office of Procurement. 

Box 8 All papers for the Office of the Solicitor except communications relating to pending litigation 
and disciplinary proceedings, papers relating to pending litigation in court cases shall be mailed 
only to Office of the Solicitor, P.O. Box 15667, Arlington, Virginia 22215 and papers relating 
to pending disciplinary proceedings before the Administrative Law Judge or the Commissioner 
shall be mailed only to the Office of the Solicitor, P.O. Box 16116, Arlington, Virginia 22215. 

Box 9 Coupon orders for U.S. patent and trademark copies. 

Box 10 Orders for certified copies of PTO documents. 

Box 11 Electronic Ordering Service (EOS). 

Box 13 Mail for the Employee and Labor Relations Division. 

Box 14 Mail directed to the APS Contracts Office. 

Box 16 Deposit Account Replenishment Checks. 

Box 17 Invoices directed to the Office of Finance. 

Box 171 Vacancy Announcement Applications. 

Box Assignment All assignment documents except those filed with new applications. 

Box EEO Mail for the Office of Civil Rights. 

Box Interference Communications relating to interferences and applications and patents involved in interference. 

Box M Fee Correspondence regarding patent maintenance fees and related matter. 

Box OED Mail for the Office of Enrollment and Discipline. 
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Reference Collections of U.S. Patents and Trademarks 
Available for Public Use in Patent and Trademark Depository Libraries 


The following libraries, designated as Patent and Trademark 
Depository Libraries (PTDLs), receive patent and trademark 
information from the U.S. Patent and Trademark Office. Many 
PTDLs have on file patents issued since 1790, trademarks 
published since 1872, and select collections of foreign patents. 
All PTDLs receive both the patent and trademark sections of 
the Official Gazette of the U.S. Patent and Trademark Office 
and numerical sets of patents in a variety of formats. Patent 
and trademark search systems in the Cassis CD-ROM series 
are available at all PTDLs to increase access to that information. 
It is through the CD-ROM systems and other depository mate- 
rials that preliminary patent and trademark searches may be 
conducted through the numerically arranged collections. 


Each PTDL offers reference publications which outline and 
provide access to the patent and trademark classification sys- 
tems, as well as other documents and publications which supple- 
ment the basic search tools. PTDLs provide technical staff 
assistance in using all materials. 


All information is available for use by the public free of charge. 
However, there may be charges associated with the use of on- 
line systems, photocopying and related services. 


State Name of Library 


Auburn University Libraries 
Birmingham Public Library 

Alaska Anchorage: Z.J. Loussac Public Library 
Arizona 
Arkansas 
California 


Alabama 


Little Rock: Arkansas State Library 
Los Angeles Public Library 
Sacramento: California State Library 
San Diego Public Library 

San Francisco Public Library 


Sunnyvale Center for Innovation, Invention and Ideas 


Colorado 
Connecticut 


Denver Public Library 

Hartford Public Library 

New Haven Free Public Library 
Delaware Newark: University of Delaware Library 
Dist. of Columbia Washington: Howard University Libraries 
Florida 
Miami-Dade Public Library 


Orlando: University of Central Florida Libraries 
Tampa Campus Library, University of South Florida 
Atlanta: Price Gilbert Memorial Library, Georgia Institute of 


Georgia 
Technology 


Hawaii Honolulu: Hawaii State Public Library System... 


Idaho Moscow: University of Idaho Library 
Illinois Chicago Public Library 

Springfield: Illinois State Library 
Indiana 


Iowa Des Moines: State Library of Iowa 


Kansas Wichita: Ablah Library, Wichita State University.... 


Kentucky Louisville Free Public Library 
Louisiana 
University 


Tempe: Noble Library, Arizona State University .... 


Fort Lauderdale: Broward County Main Library 


Indianapolis-Marion County Public Library 
West Lafayette Siegesmund Engineering Library, Purdue University 


Since there are variations in the scope of patent and trademark 
collections among the PTDLs, and their hours of service to the 
public vary, anyone contemplating use of these collections at 
a particular library is urged to contact that library in advance 
about its collections, services, and hours in order to avert pos- 
sible inconvenience. 


Partnership PTDLs provide enhanced and expanded services 
for which fees are charged. They offer on-line patent text and 
image searching, on-line trademark searching, and videoconfer- 
encing for examiner interviews and workshops. They accept 
disclosure documents on site, order file wrappers, assignment 
documents and certified copies for their customers, and host 
a variety of seminars aimed at specific audiences, including 
practitioners, paralegals, and independent inventors. Currently, 
partnerships are located at the Great Lakes Patent and Trade- 
mark Center (GLPTC) at the Detroit Public Library in Detroit, 
Michigan, the Sunnyvale Center for Innovation, Invention and 
Ideas (SCI) at the Sunnyvale Public Library in Sunnyvale, 
California and at the South Central Intellectual Property Part- 
nership at Rice (SCIPPR) at the Fondren Library of Rice Uni- 
versity in Houston, Texas. 


Telephone Contact 


(334) 844-1747 
.... (205) 226-3620 
.-+- (907) 562-7323 
---- (480) 965-7010 
... (S01) 682-2053 
--- (213) 228-7220 

(916) 654-0069 

(619) 236-5813 

(415) 557-4500 

(408) 730-7290 

(303) 640-6220 
.--. (860) 543-8628 
... (203) 946-8130 

(302) 831-2965 

(202) 806-7252 
.--- (954) 357-7444 
.-.- (305) 375-2665 
..- (407) 823-2562 

(813) 974-2726 


(404) 894-4508 
---. (808) 586-3477 
.-.- (208) 885-6235 
.-- (312) 747-4450 
.- (217) 782-5659 

(317) 269-1741 

(765) 494-2872 

(515) 284-6541 

(316) 978-3155 

(502) 574-1611 


Baton Rouge: Troy H. Middleton Library, Louisiana State 


(225) 388-8875 
(207) 581-1678 


Maine 
Maryland 


Massachusetts 


Michigan 


Minnesota 
Mississippi 
Missouri 
Montana 


Nebraska 


Orono: Raymond H. Fogler Library, University of Maine 

College Park: Engineering and Physical Sciences Library, 
University of Maryland 

Amherst: Physical Sciences Library, University of 
Massachusetts 

Boston Public Library 

Ann Arbor: Media Union Library, University of 
Michigan 

Big Rapids: Abigail S. Timme Library, Ferris State University 

Detroit: Great Lakes Patent and Trademark Center 

Minneapolis Public Library and Information Center... 

Jackson: Mississippi Library Commission 

Kansas City: Linda Hall Library 

St. Louis Public Library 

Butte: Montana College of Mineral Science and Technology 


Lincoln: Engineering Library, University of Nebraska-Lincoln 


(301) 405-9157 
(413) 545-1370 


(617) 536-5400 Ext. 265 


(734) 647-5735 


.. (231) 591-3602 


(313) 833-3379 
(612) 630-6120 
(601) 961-4111 
(816) 363-4600 


(314) 241-2288 Ext. 390 


(406) 496-4281 
(402) 472-3411 
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Reference Collections of U.S. Patents and Trademarks Available for Public Use in Patent and Trademark 
Depository Libraries—(continued) 


State 
Nevada 


New Hampshire 
New Jersey 


New Mexico 
New York 


North Carolina 
North Dakota 
Ohio 


Oklahoma 


Oregon 
Pennsylvania 


Puerto Rico 
Rhode Island 
South Carolina 
South Dakota 


Tennessee 


Texas 


Utah 
Vermont 
Virginia 
Washington 


West Virginia 
Wisconsin 


Wyoming 


Name of Library 


Las Vegas—Clark County Library District 
Reno: University of Nevada, Reno Library .... 
Concord: New Hampshire State Library 


Sn cc sacseecmesemnnienoparepennesnerremrmne ati 


Piscataway: Library of Science and Medicine, Rutgers University 
Albuquerque: University of New Mexico General Library 
Albany: New York State Library 
Buffalo and Erie County Public Library 
Rochester Public Library 
New York Public Library (The Research Libraries) 
Stony Brook: Engineering Library, State University of New York 
Raleigh: D.H. Hill Library, North Carolina State University 
Grand Forks: Chester Fritz Library, University of North Dakota 
Akron - Summit County Public Library 
Cincinnati and Hamilton County, Public Library of..... 
Cleveland Public Library 
Columbus: Ohio State University Libraries .... 
Toledo/Lucas County Public Library 
Stillwater: Oklahoma State University Center for International Trade 
Development 
Portland: Paul L. Boley Law Library, Lewis & Clark College 
Philadelphia, The Free Library of 
Pittsburgh, Carnegie Library of 
University Park: Pattee Library, Pennsylvania State University .... 
Mayaquez General Library, University of Puerto Rico 
Providence Public Library 
Clemson University Libraries 
Rapid City: Devereaux Library, South Dakota 
School of Mines and Technology 
Memphis & Shelby County Public Library and Information 


Nashville: Stevenson Science Library, Vanderbilt University 
Austin: McKinney Engineering Library, University of Texas at 


College Station: Sterling C. Evans Library, Texas A & M 
University 

Dallas Public Library 

Houston: The Fondren Library, Rice University .... 

Lubbock: Texas Tech University 

Salt Lake City: Marriott Library, University of Utah 

Burlington: Bailey/Howe Library, University of Vermont 

Richmond: James Branch Cabell Library, Virginia Commonwealth 
University 

Seattle: Engineering Library, University of Washington 


Morgantown: Evansdale Library, West Virginia University ..................++ 


Madison: Kurt F. Wendt Library, University of Wisconsin 
Madison 

Milwaukee Public Library 

Casper: Natrona County Public Library 


Telephone Contact 


Not Yet Operational 
(775) 784-6500 Ext. 257 
(603) 271-2239 

... (973) 733-7779 

... (732) 445-2895 
(505) 277-4412 
(518) 474-5355 
(716) 858-7101 

Not Yet Operational 
(212) 592-7000 
(516) 632-7148 
(919) 515-2935 
(701) 777-4888 
(330) 643-9075 
(513) 369-6971 

deneey (216) 623-2870 
(614) 292-3022 
(419) 259-5212 


(405) 744-7086 
(503) 768-6786 
(215) 686-5331 
(412) 622-3138 
(814) 865-6369 
...(787) 832-4040 Ext. 2022 
(401) 455-8027 
(864) 656-3024 


(605) 394-1275 


(901) 725-8877 
(615) 322-2717 


(512) 495-4500 


(409) 845-5745 
sondnendesesseniaes (214) 670-1468 
...(713) 527-8101 Ext. 2587 

(806) 742-2282 

(801) 581-8394 

(802) 656-2542 


(804) 828-1104 
ssssneacenveapests (206) 543-0740 


sorseeed (304) 293-4695 Ext. 5113 


(608) 262-6845 
(414) 286-3051 
(307) 237-4935 
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PATENT TECHNOLOGY CENTERS 


Q. TODD DICKINSON, Assistant Secretary of Commerce and 
Commissioner of Patents and Trademarks 
NICHOLAS P. GODICI, Acting Assistant Commissioner for Patents 
EDWARD R. KAZENSKE, Deputy Assistant Commissioner for Patents 
STEPHEN G. KUNIN, Deputy Assistant Commissioner for Patent Policy and Projects 


TELEPHONE & 
FAX NUMBERS NEW CASE 
TECHNOLOGY CENTERS DIRECTORS AREA CODE 703 DATE* 


1600/ BIOTECHNOLOGY, ORGANIC CHEMISTRY & 
2900 DESIGN 


1610 Organic chemistry, bio-affecting & John E. Kittle 308-0193 06/22/98 
body treating composition FAX 308-7922 

1620 Carbohydrates and Nonhetrocyclic 10/20/98 
Chemistry and Uses 
Non-recombinant molecular & micro- 09/24/98 
biology, non-immuno proteins & 


peptides 
Designs 04/09/98 


Recombinant molecular & microbiology, John J. Doll 308-1123 06/23/98 
multicellular organisms FAX 305-7230 
Immunology and Plants 04/27/98 


CHEMICAL AND MATERIAL ENGINEERING 


Synthetic resins Jacqueline M. Stone 308-1495 07/22/98 
(Acting Director) FAX 305-3599 
Stock materials & miscellaneous articles 03/11/98 


Fluid separation & agitation, metal Richard V. Fisher 308-1193 09/15/98 
foundry, welding, plastic molding FAX 305-3599 

apparatus, fuels & related compositions 

Glass & paper making, tobacco, non-metallic 07/23/98 
molding, adhesive bonding, tires & coating 

apparatus 

Metallurgy, electrochemistry, cleaning, 07/10/98 
disinfecting, sterilizing, analytical chemistry & 

wave energy 


Chemical products & processes, solar cells Esther M. Kepplinger 308-1495 08/14/98 
& sputtering apparatuses FAX 305-3599 

Food technology, petroleum processing, coating 07/10/98 
& etching 


COMMUNICATIONS AND INFORMATION PROCESSING 


James L. Dwyer 305-4800 03/31/97 


Television 
(Acting Director) FAX 308-5401 


Audio, radio, telephone & speech processing 10/03/97 
Image & fax Jin F. Ng 305-4800 12/04/97 
FAX 308-5401 


General communications & digital 08/30/97 


communication systems 


Storage processing, multiple Robert E. Garrett 305-0286 09/24/97 
computers, & multiple process FAX 305-3719 
coordinating 


Electronic commerce & Joseph J. Rolla 305-9700 05/26/98 
specialized data processing FAX 308-5355 
Processors, control systems, 12/26/97 
input/output 


Computer graphics & data bases Gerald Goldberg 305-9700 11/13/97 
FAX 308-5355 
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TELEPHONE & 
FAX NUMBERS NEW CASE 
TECHNOLOGY CENTERS DIRECTORS AREA CODE 703 DATE* 


2800 SEMICONDUCTORS, ELECTRICAL AND OPTICAL SYSTEMS AND COMPONENTS 


Semiconductors, electrical circuits, Rolf G. Hille 306-3431 08/19/98 
static memory, digital logic FAX 308-7725 
Semiconductors & electrical circuits 04/28/98 


Power generation & distribution, Stewart J. Levy 308-0658 04/01/98 
music, electrical components & FAX 308-7722 
control circuits 


Photocopying, recorders, printing, Margaret A. Focarino 306-3431 12/10/97 


measuring & testing FAX 308-7725 
Printing 05/06/98 


Liquid crystals, optical elements, Janice A. Howell 308-0530 09/17/97 
optical systems, fiber optics, lasers, FAX 305-3594 

electric lamps, registers, optics 

measuring & radiant energy 


TRANSPORTATION, CONSTRUCTION, AGRICULTURE & NATIONAL SECURITY 


Surface transportation Richard A. Bertsch 308-1134 06/08/98 
FAX 308-2177 


Material handling 05/29/98 


Closures, connections, hardware and Al Lawrence Smith 308-1020 07/21/98 
furniture FAX 306-4597 

Static structures, supports and sign 10/21/98 
exhibiting 

Machine elements and power 12/10/98 
transmissions 


Aeronautics, agriculture, plant and John F. Terapane, Jr. 306-4174 02/04/97 
animal husbandry, weaponry, nuclear FAX 306-4598 

systems and Licensing and Review 

Computerized vehicle controls and 05/26/98 
navigation, radio wave and acoustic 

wave communication 

Wells, earth boring/moving/working, 08/27/98 
excavating, mining, harvesters, 

bridges and roads 


MECHANICAL ENGINEERING, MANUFACTURING AND PRODUCTS 


Amusement and education devices Ethel Rollins-Cross 308-1078 
FAX 305-3579 

Packages, containers, manufacturing 

devices & processes, machine tools 

& hand tools 


3730 Medical instruments, diagnostic John J. Love 308-0873 12/12/97 
equipment, treatment devices, FAX 308-3139 
surgery & surgical supplies 

3760 Body treatment, kinestherapy, & 04/29/98 
exercising 


3740 Thermal & combustion technology, Donald G. Kelly 308-0975 03/02/98 
motive and fluid power systems, FAX 308-7763 
textile manufacturing & apparel 

3750 Fluid handling & dispensing 12/04/98 


* A communication from the examiner should have been received in most applications filed prior to this date. 
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TRADEMARK OPERATION 


Q. Todd Dickinson, Commissioner of Patents and Trademarks 
Anne Chasser, Assistant Commissioner for Trademarks 
Condition of Trademark Applications as of February 1, 2000 


Oldest Date 


Amendment 
Law Office Filed 


Law Office 101—Jerry Price, Managing Attorney, (703) 308-9101—North Tower, 10th Floor 
Foods, Beverages, Wines & Spirits—Int. Classes 29, 30, 31, 32, 33 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 10/05/99 


Law Office 102—Thomas Shaw, Managing Attorney, (703) 308-9102—South Tower, Sth Floor 
Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 05/24/99 


Law Office 103—Michael A. Szoke, Managing Attorney, (703) 308-9103—North Tower, 
4th Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 
Services —Iat. Cimnees 35, 3G, 57, SB, FP, GB, 1, BE csescecscscccesssesescnesesesernscccsssnssessesoccossceovssvas 08/31/99 


Law Office 104—Sidney Moskowitz, Managing Attorney, (703) 308-9104—South Tower, 
6th Floor, Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, 
Firearms, Musical Instruments, Building Materials & Floor Coverings—Int. 

Classes 6, 7, 8, 11, 12, 13, 15, 19, 27 Services—int. 
Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 105—Thomas Howell, Managing Attorney, (703) 308-9105—South Tower, 
6th Floor, Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & 
Tobacco—Int. Classes 1, 2, 4, 5, 10, 34 Services—int. 

Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 106—Mary Sparrow, Managing Attorney, (703) 308-9106—South Tower, 7th Floor 
Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. 
Classes 3, 16, 28 Services—Int. Classes 35, 36, 
37, 38, 39, 40, 41, 42 


Law Office 107—Thomas Lamone, Managing Attorney, (703) 308-9107—South Tower, 
7th Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys—Int. 
Classes 3, 16, 28 Services—Int. Classes 35, 
36, 37, 38, 39, 40, 41, 42 


Law Office 108—David Shallant, Managing Attorney, (703) 308-9108—South Tower, 8th Floor 
Precious metals, Fibers, Leather goods, Housewares, Cordage, 
Yarns, Fabrics, Clothing & Notions— 
Int. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
Services-Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 109—Ronald Sussman, Managing Attorney, (703) 308-9109—South Tower, 
8th Floor, Precious metals, Fibers, Leather goods, Housewares, Cordage, Yarns, Fabrics, 
Clothing & Notions—Iint. Classes 14, 17, 18, 21, 22, 23, 24, 25, 26 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 110—Christopher A. F. Pedersen, Managing Attorney, (703) 308-91 10— 
South Tower, 7th Floor, Cosmetics, Cleaning Preparations, Paper Products & Toys— 
Int. Classes 3, 16, 28 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 09/13/99 


Law Office 111—Craig Taylor, Managing Attorney, (703) 308-9111—North Tower, 
10th Floor, Foods, Beverages, Wines & Spirits—Int. Classes 20, 30, 31, 32, 33 
Services—int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 112—Janice O’Lear, Managing Attorney, (703) 308-91 12—North Tower, 
4th Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 09/13/99 07/19/99 


Law Office 113—Meryl Hershkowitz, Managing Attorney, (703) 308-91 13—North Tower, 
4th Floor, Scientific Equipment & Furniture—Int. Classes 9, 20 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 


Law Office 114—Mary Frances Bruce, Managing Attorney, (703) 308-91 14—South Tower, 
6th Floor, Unwrought metals, Industrial Equipment, Tools, Installation, Vehicles, Firearms, 
Musical Instruments, Building Materials & Floor Coverings— 
Int. Classes 6, 7, 8, 11, 12, 13, 15, 19, 27 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 07/26/99 


Law Office 115—Tomas Vicek, Managing Attorney, (703) 308-91 15—North Tower, 
3rd Floor, Chemicals, Paints, Lubricants, Pharmaceuticals, Medical Apparatus & Tobacco— 
Int. Classes 1, 2, 4, 5, 10, 34 
Services—Int. Classes 35, 36, 37, 38, 39, 40, 41, 42 10/05/99 
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**Collective Marks—Class 200 
**Certification Marks—Classes A & B 


Office of Trademark Services—Terron Sims, Director, (703) 308-9100 
Trademark Assistance Center—(703) 308-9000 
Pre-Examination—Alan Lambert, Supervisor, (703) 308-9401 ext. 188 
Intent-To-Use—{ITU)—(703) 308-9500 
Post Registration Section—({703) 308-9500 
Pulmeiervens Wer Gocthons BAe 15 CAM Canes)... ncasicsccsecsisscsccevassosssevesccsasesescasvensopsvecsovsoceseses 
Renewals (All Classes) As 11/08/99 —0— 
Section 12(c) Publications (All Classes)...... 07/07/99 —)— 


OL LL Le 


. ** Assigned to all Law Office 


10/12/99 --0— 


. Applicants with inquiries concerning the status of their applications and a touch telephone should call (703) 305-8747 from 6:30 a.m. to 
Midnight EST, Monday through Friday. This automated voice system will provide the current status of your application. Applicants are urged 
not to file unnecessary inquiries concerning the status of their applications. See SECTION 41 | of the TRADEMARK MANUAL OF EXAMINING 


PROCEDURE. 


. * These dates identify the oldest unassigned new case in each Law Office. All cases with earlier dates have either been examined and made 
the subject of an action or are currently being worked on by the assigned examining attorney. 
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Matter enclosed in heavy brackets [] appears in the patent but forms no part of this reexamination specification; matter printed in italics indicates additions 
made by reexamination. 


B1 4,994,291 (4021st) 
METHOD FOR THE ULTRAPASTEURIZATION OF 
LIQUID WHOLE EGG 
Kenneth R. Swartzel; Hershell R. Ball, Jr., and Mohammad- 
Hossein Hamid-Samimi, all of Raleigh, N.C., assignors to 
North Carolina State University, Raleigh, N.C. 
Reexamination Request No. 90/003,631 Nov. 10, 1994, 
90/004,546 Feb. 11, 1997. 

Reexamination Certificate for Patent 4,994,291, issued Feb. 
19, 1991, Appl. No. 535,718, Jun. 11, 1990. 
Continuation of application No. 07/311,594, Feb. 16, 1989, 
Pat. No. 4,957,759, which is a continuation of application No. 
06/904,744, Sep. 8, 1986, Pat. No. 4,808,425. 

This patent is subject to a terminal disclaimer. 

Int. Cl.’ A23L 3/00 

U.S. Cl. 426—399 
AS A RESULT OF REEXAMINATION, IT HAS BEEN DETER- 
MINED THAT: 


The patentability of claims 19-21 is confirmed. 
Claim 3 is cancelled. 


Claims 1, 4, 5, 9, 10, 13 and 16 are determined to be patentable as 
amended. 


Claims 2, 6-8, 11, 12, 14, 15, 17 and 18, dependent on an amended 
claim, are determined to be patentable. 

1. A method of ultrapasteurizing liquid whole egg, comprising 
passing the liquid whole egg as a continuous stream through a 
pasteurizing apparatus, during which the liquid whole egg is heated 
to a predetermined real temperature, by contacting said liquid 
whole egg to a heated surface wherein the total thermal treatment 
received by the liquid whole egg is described by an equivalent 
temperature and an equivalent time defining a point above the 5% 
SPL (BATCH) line of FIG. 3, but insufficient to cause coagulation 
of the liquid whole egg followed by the step of aseptically packag- 
ing the liquid whole egg to provide a packaged liquid whole egg 
having an extended refrigerated shelf life. 





B1 5,411,760 (4022nd) 
PROTECTIVE COATING AND METHOD OF SUCH 
PROTECTIVE COATING 
Edward W. Woodhali, Los Altos, and Nicholas Kondrats, 
Goleta, both of Calif., assignors to Cal-West Equipment 
Company, Inc., Los Altos, Calif. 

Reexamination Request No. 90/005,009 Jun. 2, 1998. 
Reexamination Certificate for Patent 5,411,760, issued May 2, 
1995, Appl. No. 209,796, Mar. 10, 1994. 

Division of application No. 08/016,872, Feb. 11, 1993, Pat. No. 
5,362,786, which is a continuation-in-part of application No. 
07/614,330, Nov. 16, 1990, abandoned. 

Int. Cl.’ BOSD 1/32 

U.S. Cl. 427—156 
AS A RESULT OF REEXAMINATION, IT HAS BEEN DETER- 
MINED THAT: 


Claims 1, 2, 6-7, 10-11, 15, 18-21 and 24 are determined to be 
patentable as amended. 


Claims 3-5, 8-9, 12-14, 16, 17 and 22-23, dependent on an 
amended claim, are determined to be patentable. 
1. A method of temporarily protecting portions of an automobile 
surface from paint, said method comprising the steps of: 
a) applying a masking material to [said] a painted surface 
[portions] of said automobile, wherein said applying is effec- 
tive to produce a substantially continuous dry film of a mask- 


ing material over said painted surface [portions of said auto- 
mobile], said masking material [comprising:], before drying, 
consisting essentially of: 
(i) between about 5% to 25% polyvinyl alcohol by weight; 
(ii) between about 0.1% and about 7% plasticizer by weight; 
[(ii)] (éii) between about 0.3% and about 10% surfactant by 
weight, and 

[(iii) at least about 60% water by weight;] (iv) balance water; 

b) painting [said] a surface of said automobile, wherein said dry 
film of said masking material is effective to prevent paint [to 
cause contact with said surface portions of said automobile to 
be protected;] from contacting the surface covered with said 
masking material; and 

c) removing, with a water wash, said masking material from said 
surface [portions of said automobile to be protected with a 
water wash], whereby paint applied to [said protected portions 
of said surface of said automobile] the surface covered with 
said masking material is removed together with said masking 
material. 


B1 5,646,611 (4023rd) 

SYSTEM AND METHOD FOR INDIRECTLY 
DETERMINING INCLINATION AT THE BIT 
Patrick E. Dailey, Lomita, Calif., and Charles Dwain Barron, 
Kingwood, Tex., assignors to Halliburton Energy Services, 

Inc., Houston, Tex. 

Reexamination Request No. 90/004,923 Feb. 20, 1998. 
Reexamination Certificate for Patent 5,646,611, issued Jul. 8, 
1997, Appl. No. 393,842, Feb. 24, 1995. 

Int. Cl.’ GO1V 3/00 

U.S. Cl. 340—853.6 


AS A RESULT OF REEXAMINATION, IT HAS BEEN DETER- 
MINED THAT: 


The patentability of claims 1-29 and 38-46 is confirmed. 


Claim 30 is determined to be patentable as amended. 


Claims 31-37, dependent on an amended claim, are determined to 
be patentable. 

1. A downhole directional measurement system to determine an 
inclination angle 6 of a wellbore, comprising: 


2177 
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a first inclinometer for measuring an inclination angle o of the 
wellbore at a first location in said downhole directional mea- 
surement system, and producing an output signal indicative 
thereof; 

a second inclinometer for measuring an inclination angle B of 
the wellbore at a second location in said downhole directional 
measurement system, and producing an output signal indica- 
tive thereof; 

wherein said system is capable of determining the inclination 
angle 0 of the wellbore at a point in the definable vicinity of 
the wellbore bottom by extrapolation based upon said inclina- 
tion angle o and said inclination angle B. 





B1 5,743,584 (4024th) 
VEHICLE MOUNTED STORAGE UNIT 
Sandra L. Lance, St. Charles, and Marshall R. Lance, Geneva, 
both of Ill, assignors to Geneva Manufacturing Co., S. 
Elgin, Il. 

Reexamination Request No. 90/005,201 Dec. 23, 1998. 
Reexamination Certificate for Patent 5,743,584, issued Apr. 
28, 1998, Appl. No. 861,183, May 21, 1997. 

Int. Cl.’ B6OR 11/06 

US. Cl. 296—37.6 
AS A RESULT OF REEXAMINATION, IT HAS BEEN DETER- 
MINED THAT: 


The patentability of claims 1-6 is confirmed. 

6. A vehicle mounted storage unit adapted to be mounted to a 
rear bed of a pickup truck having a sidewall, a wheel well having 
a portion which extends outwardly from said sidewall by a first 
distance, and a tailgate that is spaced from a rear portion of said 
wheel well by a second distance, said vehicle mounted storage unit 
comprising: 

a cabinet having a width not greater than said first distance and 

a length not greater than said second distance, said cabinet 
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being adapted to be disposed adjacent said sidewall of said 
pickup truck and between said wheel well and said tailgate of 
said pickup truck, with no portion of said cabinet extending 
outside of a space bounded by a first vertical plane coinciding 
with an interior portion of said sidewall of said pickup truck, 
a second vertical plane coinciding with said outwardly 
extending portion of said wheel well, a third vertical plane 
coinciding with said rear portion of said wheel well, and a 
fourth vertical plane coinciding with an interior portion of 
said tailgate; 

least one drawer disposed in said cabinet; and 

plurality of drawer support members for supporting said 
drawer, said drawer support members supporting said drawer 
so that said drawer is movable in a direction parallel to said 
first and second vertical planes between an open position and 
a closed position, a portion of said drawer extending beyond 
said fourth vertical plane and outside of said bounded space 
when said drawer is in its open position, said drawer being 
disposed between said first and second vertical planes when 
said drawer is in its open position, said portion of said drawer 
not extending outside of said bounded space when said 
drawer is in its closed position. 
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Matter enclosed in heavy brackets [ ] appears in the original patent but forms no part of this reissue specification; matter printed in italics indicates additions 
made by reissue. 


Re. 36,619 

ROTARY HOPPER FOR AN ATTACHING APPARATUS 
Volker Schmidt, and Erich A. Schmidt, both of Lexington, Ky., 

assignors to Eastlex Machine Corporation, Lexington, Ky. 
Original No. 5,603,442, dated Feb. 18, 1997, Appl. No. 

08/522,764, Sep. 1, 1995. Application for reissue Mar. 17, 

1997, Appl. No. 819,660. 

Int. Cl.’ B65G 29/02 


U.S. Cl. 227—119 29 Claims 


28. A rotary hopper for fastener elements including: 

a cone; 

support means for rotatably supporting said cone; 

a gauging ring fixed to said cone for rotation therewith; 

said gauging ring having a plurality of gauging grooves therein, 
said gauging grooves being angularly spaced around said 
gauging ring; 

receiving means at a fixed position for receiving a fastener 
element from each of said gauging grooves having a fastener 
element therein during rotation of said gauging ring by move 
ment of each of said gauging grooves past said receiving 
means so that a fastener element in each of said gauging 
grooves may fall by gravity into said receiving means; 

preventing means for preventing a fastener element in said 
passage for each of said gauging grooves from falling there- 
from by gravity except when said gauging groove is disposed 
so that the fastener element therein may fall by gravity into 
said receiving means; 

and means pivotable about a vertical axis for providing access 
to the interior of said rotary hopper. 


Re. 36,620 
PULSE OXIMETRY TESTING 

Leo F. Costello, Jr., Madison, Conn., assignor to Clinical 
Dynamics Corporation, Wallingford, Conn. 

Original No. 5,783,821, dated Jul. 21, 1998, Appl. No. 
08/962,149, Oct. 31, 1997. Continuation of application No. 
08/556,749, Nov. 2, 1995, abandoned. Application for reissue 
Oct. 14, 1998, Appl. No. 172,586. 

Int. Cl.’ GOIL 25/00 

U.S. Cl. 250—252.1 83 Claims 
54. An apparatus for testing the sensitivity of a pulse oximeter 

probe which provides red and infrared LEDs and a photodiode, 

said apparatus comprising: 
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red current source that generates red LED activating signals, 
applies them to the red LED, and generates red high and red 
low outputs on the photodiode; 

an IR current source that generates IR LED activating signals, 
applies them to the IR LED, and generates IR high and IR low 
outputs on the photodiode; 

sensor circuitry that is responsive to the red high and the red 
low outputs on the photodiode and to the IR high and the IR 
low outputs on the photodiode and that generates red testing 
signals and IR testing signals from said outputs; and 

a display that is responsive to the red and IR testing signals and 
produces an indication thereof, said indication being an indi- 
cation of the sensitivity of the probe. 


Re. 36,621 
SEMICONDUCTOR MEMORY DEVICE 
Yuji Nakaoka, Tokyo, Japan, assignor to NEC Corporation, 
Tokyo, Japan 
Original No. 5,500,820, dated Mar. 19, 1996, Appl. No. 
08/129,362, Sep. 30, 1993. Application for reissue Mar. 18, 
1998, Appl. No. 40,294. 
Claims priority, application Japan, Sep. 30, 1992, 4-262382 
Int. Cl.’ G11C 2/00 
U.S. Cl. 365—189.01 23 Claims 
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13. A semiconductor memory device comprising: 


a first memory array; 

a first and a second data bus line; 

a first circuit means activated at least during a data read mode 
for connecting said first and second data bus line to a first 
power source line with a first impedance; and 
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a second circuit means responsive to data read out of said 
memory array for connecting one of said first and second data 
bus lines to a second power source line with a second imped- 
ance, said one of said first and second data bus lines thereby 
taking an intermediate level between levels of said first and 
second power source lines. 


DRYWALL FASTENER 

Brian G. Harker, Granger, Ind., assignor to Hilti Aktiengesell- 
schaft, Schaan, Liechtenstein 

Original No. 4,902,179, dated Feb. 20, 1990, Appl. No. 
07/070,897, Jul. 8, 1987. Continuation of application No. 
07/839,361, Feb. 20, 1992, abandoned. Application for reissue 
Nov. 4, 1996, Appl. No. 743,102. 

Int. Cl.’ F16B /3/04 


US. Cl. 411—21 38 Claims 
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1. An expansion fastener capable of being directly hammered, 
punched or screwed into a drywall board for securing a retaining 
member, comprising: 

a generally cylindrical, longitudinally extending hollow body 
portion having a tip at one end for penetrating the drywall 
board and a base portion at the other end with a passageway 
extending therethrough between said tip end and base por- 
tion; 

said body portion including a longitudinally extending tapered 
portion [at one end thereof] extending from the tip end 
towards the base portion for effecting a clean and gradual cut 
through the drywall board; 

said body portion including a flange portion [which expands 
circumferentially] extending in the longitudinal direction of 
the body portion, said flange portion expands radially out- 
wardly in response to insertion of said retaining member into 
said body portion and at least a portion of said flange portion 
is displaced circumferentially; [and] 

said flange portion includes means facing toward said tip end 
for cutting through the drywall board as the fastener is 
inserted; and 

prior to said expansion of said flange portion, said flange portion 
projects radially outward from said body portion. 





Re. 36,623 
PROCESS FOR PECVD OF SILICON OXIDE USING 
TEOS DECOMPOSITION 

David Nin-Kou Wang, Saratoga; John M. White, Hayward; 
Kam S. Law, Union City; Cissy Leung, Fremont; Salvador P. 
Umotoy, Antioch; Kenneth S. Collins, San Jose, all of Calif.; 
John A. Adamik, Byfield, Mass.; Ilya Perlov, Santa Clara, 
and Dan Maydan, Los Altos Hills, both of Calif., assignors to 
Applied Materials, Inc., Santa Clara, Calif. 

Original No. 4,892,753, dated Jan. 9, 1990, Appl. No. 
07/262,993, Oct. 26, 1988. Continuation of application No. 
08/407,482, Mar. 16, 1995, abandoned, which is a continua- 
tion of application No. 07/819,296, Jan. 8, 1992, abandoned, 
which is a division of application No. 06/944,492, Dec. 19, 
1986, Pat. No. 5,000,113. Application for reissue Dec. 2, 1996, 
Appl. No. 752,972. 

This patent is subject to a terminal disclaimer. 
Int. Cl.’ HOSH //24 

U.S. Cl. 427—579 36 Claims 
13. In a process for depositing silicon dioxide onto a substrate 

by exposing the substrate to plasma formed from a gas mixture 

which includes tetraethylorthosilicate, the steps of: 
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positioning the substrate on a support within a vacuum cham- 
ber; 

communicating the gas mixture into the chamber to a first 
volume adjacent the substrate; 

directing the gas mixture from said first volume in a multiplicity 
of closely-spaced streams through a second volume between 
the first volume and the substrate while applying RF energy to 
the second volume; and 

maintaining the total pressure in the chamber within the range 
of about I to 50 torr and the temperature of the substrate in 
the range of about 200° C to 500° C, whereby a layer of 
silicon dioxide having improved step coverage is deposited 
onto the substrate with a deposition rate greater than 400 
angstroms per minute, said silicon oxide layer quality and 
step coverage being adequate for VLSI semiconductor fabri- 
cation. 





Re. 36,624 
OPTICAL RECORDING MEDIA AND INFORMATION 
RECORDING AND REPRODUCING UNITS 
Yoshihito Maeda, Mito; Isao Ikuta, Iwaki; Hisashi Andoh; 
Masaichi Nagai, both of Hitachi; Yoshimi Katoh, Takahagi; 
Yoshio Sato, Hitachi; Nobuyoshi Tsuboi, Ibaraki-ken, and 
Hiroyuki Minemura, Hitachi, all of Japan, assigners to Hita- 
chi, Ltd., Tokyo, Japan 
Original No. 5,484,686, dated Jan. 16, 1996, Appl. No. 
08/205,768, Mar. 4, 1994. Centinuation of application No. 
07/917,664, Jul. 20, 1992, abandoned, which is a continuation 
of application No. 07/366,873, Jun. 15, 1989, abandoned. 
Application for reissue Jan. 15, 1998, Appl. No. 8,847. 
Claims priority, application Japan, Jun. 24, 1988, 63-154743 
Int. Cl.’ GO3C 1/72 
U.S. Cl. 430—270.13 


50, 


12 Claims 


AS-DEPOSITED STATE 


RECORDED STATE 
0000090900 


REFLECTIVITY (%) 


goooooo00 
ERASED STATE 


10! 
REPETITION TIMES 


1. An optical recording medium using an amorphous-crystalline 
phase change for recording and erasing of information, the medium 
comprising a substrate, a recording film, a dielectric film and a 
metal reflection film, the recording film comprising a composition 
of In,Sb,Te. defined by a triangular area in a ternary diagram 
bounded by the points x, y, z of 22, 33, 45; 20, 37, 43; and 32, 40, 
28 (in atomic %) and 
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wherein the reflectivity of the recording film at the amorphous 
state is larger than that at the crystalline state at a wavelength 
of laser employed for recording and erasing. 

6. An optical recording medium using an amorphous- crystalline 
phase change for recording and erasing of information, the 
medium comprising a substrate, a recording film, a dielectric film 
and a metal reflection film, the recording film comprising a com- 
position of In.Sb,Te. defined by a triangular area in a ternary 
diagram bounded by the points x y, z of 22, 33, 45; 20, 37, 43; and 
32, 40, 28 (in atomic %) and 

wherein the absorptivity of the recording film at the amorphous 

state is smaller than that at the crystalline state at a wave- 
length of laser employed for recording and erasing. 


Re. 36,625 
LINEAR AND CYCLIC POLYMERS OR OLIGOMERS 
HAVING A PHOTOREACTIVE ETHENE GROUP 
Rolf-Peter Herr, Lérrach-Stetten, Germany; Stephen Kelly, 
Beverly, United Kingdom; Martin Schadt, Seltisberg, Swit- 
zerland; Klauss Schmitt, Lérrach, and Andreas Schuster, 
Freiburg, both of Germany, assignors to Rolic AG, Allschwil, 
Switzerland 
Original No. 5,539,074, dated Jul. 23, 1996, Appl. No. 
08/191,835, Feb. 4, 1994. Application for reissue Jul. 21, 
1998, Appl. No. 119,787. 
Claims priority, application Switzerland, Feb. 17, 1993, 488/ 
93; Feb. 23, 1993, 553/93 
Int. Cl.’ CO8F 28/20 
U.S. Cl. 526—245 8 Claims 


7. A polymer according to formula 1-A 


wherein 

M,, is a monomer unit for a homopolymer; 

S,, is an alkylene chain with 1] to 10 carbon atoms, a cycloalky- 
lene group with 3 to 8 carbon atoms in which optionally one 
or two methylene groups can be replaced by NH groups, or. 
phenylene which can be substituted with lower alkyl, lower 
alkoxy, —CN, —NO>, halogen, carbonate, an ester group, an 
amide group, an ether group or a combination of said groups; 
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Z,, is of formula II 


wherein, 
ring A' 1,4-phenylene, which is unsubstituted or substituted with 
at least one of halogen, cyano and nitro, or pyridine-2,5-yl, 
pyrimidine-2-5-yl, 2,5-thiophenediyl, 2,5- furanylene, 1,4- or 
2,6-napthylene, in which a CH group can be replaced by 
nitrogen; 

ring A,A? each individually are 1,4-phenylene, which is unsub- 
stituted or substituted with at least one of halogen, cyano and 
nitro, pyridine-2-5-yl, pyrimidine-2,5-yl, or 2,5- thiophene 
diyl, 2,5-furanylene, trans-1,4-cyclohexylene, _ trans-1,3- 
dioxane-2,5-diyl or 1,4-piperidyl; 

A® is —COO -CONH—, —CO—E-—, 1,4-phenylene, which 
is unsubstituted or substituted with at least one of halogen, 
cyano and nitro, or pyridine-2,5-yl pyrimidine-2,5-yl, 2,5- 
thiophenediyl, 2,5-furanylene, 1,4- or 2,6-naphthylene, in 
which a CH group can be replaced by nitrogen; 

E is 1,4-phenylene, which is unsubstituted or substituted with at 
least one of halogen, cyano and nitro, or pyridine-2,5-yl, 
pyrimidine-2,5-yl, 2,5-thiophenediyl, 2,5-furanylene, 1,4- or 
2,6-naphthylene, in which a CH group can be replaced by 
nitrogen; 

Z,Z' each independently are a 

CH,CH,—, —COO—, —OOC-, 
—C=C—, —(CH,),—, —O(CH,);—, —(CH);0— or the 
trans form of —OCH,CH=CH—, —CH=CHCH,O—, 
—(CH,),CH=CH— or —CH=CH(CH,),—. 

R' is hydrogen, halogen, cyano, nitro, NCS, alkyl with 1 to 12 
carbon atoms, which is optionally substituted with fluorine 
and in which optionally I or 2 non-adjacent —CH,— groups 
can be replaced by oxygen, —COO—, —OOC—, —CO— 
and/or a —CH,CH,— group can be replaced by 
—CH=CH—; 

n,p each independently are O or 1; 

X,Y each independently are hydrogen, halogen cyano, alkyl with 
1 to 12 carbon atoms which is optionally substituted with 
fluorine and in which optionally 1 or 2 non- adjacent 
—CH,— groups can be replaced by oxygen, —COO—, 

OOC. CO— and/or —CH=CH 

with the proviso that A® is different from 





single covalent bond, 
—OCH,—, —CH,0—-, 


, when simulta- 


COO 
neously n and p each are 0, A‘ is phenyl, R' is hydrogen or 
methoxy and S, is a single bond; 

n' is from 4-100 000. 











PLANT PATENTS 
GRANTED MARCH 21, 2000 


Iilustrations for plant patents are usually in color and therefore it is not practicable to reproduce the drawing. 


11,295 
LACEBARK ELM TREE NAMED ‘UPMTF’ 

Dwayne C. Moon, Loganville, Ga., assignor to Tree Introduc- 

tions, Inc., Bishop, Ga. 

Filed Feb. 6, 1998, Appl. No. 20,069 
Int. Cl.’ AO1H 5/00 

US. Cl. Pit.—221 1 Claim 

1. A new and distinct variety of lacebark elm tree substantially 
as herein shown and described, characterized particularly as to 
novelty by its unique upright pyramidal growth habit, thirty to 
sixty degree ascending branch angles, early developing and spec- 
tacular bark, and yellow-orange fall color. 





11,296 
PEACH TREE NAMED ‘SUPECHEIGHT’ 

Carlos D. Fear, Aptos; Bruce D. Mowrey, La Selva Beach, and 
David W. Cain, Bakersfield, all of Calif., assignors to Sun 
World International, Inc., Bakersfield, Calif. 

Filed Jan. 15, 1998, Appl. No. 7,508 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—197 1 Claim 
1. A new variety of peach tree cv. Supecheight, as illustrated and 

described herein. 





11,297 
CHRYSANTHEMUM PLANT NAMED ‘TOUCAN’ 
Mark Boeder, West Wittering, United Kingdom, assignor to 
Cleangro Limited, West Sussex, United Kingdom 
Filed Mar. 11, 1998, Appl. No. 38,891 
Int. Cl.’ AO1H 5/00 
US. Cl. Pit.—286 1 Claim 
1. A new and distinct Chrysanthemum plant of the variety 
substantially as herein shown and described. 


11,298 

CHRYSANTHEMUM PLANT NAMED ‘ROADRUNNER’ 
Mark Boeder, West Wittering, United Kingdom, assignor to 

Cleangro Limited, West Sussex, United Kingdom 

Filed Mar. 11, 1998, Appl. No. 38,892 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—286 1 Claim 

1. A new and distinct Chrysanthemum plant of the variety 
substantially as herein shown and described. 


11,299 
FLORIBUNDA ROSE PLANT NAMED ‘JACMEBUB’ 

John K. Walden, Thousand Oaks, Calif., assignor to Bear 

Creek Gardens, Inc., Medford, Oreg. 

Filed Mar. 31, 1998, Appl. No. 52,806 
Int. Cl.’ AO1H 5/00 

US. Cl. Pit.—149 1 Claim 

1. A new and distinct variety of floribunda rose plant as herein 
shown and described, characterized particularly by its pure pink 
color; hard petal substance; production of large flowers in small 
clusters; being adaptable to greenhouse pot forcing; possessing a 
long shelf life; and dark green, semi-glossy, disease resistant foli- 
age. 


11,300 

CHRYSANTHEMUM PLANT NAMED ‘CLEAGAR VZP1’ 
Mark Boeder, West Wittering, United Kingdom, assignor to 

Cleangro Limited, West Sussex, United Kingdom 

Filed Mar. 11, 1998, Appl. No. 38,791 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—287 1 Claim 

1. A new and distinct Chrysanthemum plant of the variety 
substantially as herein shown and described. 





11,301 
CHRYSANTHEMUM PLANT NAMED ‘LOVEBIRD’ 

Mark Boeder, West Wittering, United Kingdom, assignor to 

Cleangro Limited, West Sussex, United Kingdom 

Filed Mar. 11, 1998, Appl. No. 38,789 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—290 1 Claim 

1. A new and distinct Chrysanthemum plant of the variety 
substantially as herein shown and described. 





11,302 
GERANIUM PLANT NAMED ‘FISEYE’ 

Angelika Utecht, Montabaur, Germany, assignor to Florfis AG, 

Binningen, Switzerland 

Filed Nov. 12, 1997, Appl. No. 968,042 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—325 1 Claim 

i. A new distinct cultivar of geranium plant named ‘Fiseye’, as 
illustrated and described. 





11,303 
MINIATURE ROSE PLANT NAMED ‘SAVANIGHT’ 

F. Harmon Saville, deceased, late of Newburyport, Mass., by 
Charles K. Brown, executor, assignor to Nor’East Miniature 
Roses, Inc., Rowley, Mass. 

Filed Dec. 22, 1997, Appl. No. 995,574 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—128 1 Claim 
1. A new and distinct miniature rose plant of the variety substan- 

tially as shown and described. 





11,304 
HYBRID TEA ROSE PLANT NAMED ‘RUITICA’ 

A. A. Pouw, PI De Kwakel, Netherlands, assignor to De Ruit- 

er’s Nieuwe Rozen B.V., P! De Kwakel, Netherlands 

Filed Feb. 24, 1998, Appl. No. 28,613 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Pit.—134 1 Claim 

1. A new and distinct hybrid tea rose plant of the variety 
substantially as shown and described. 


2183 
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11,305 
AGLAONEMA PLANT NAMED ‘PEACOCK’ 

B. Frank Brown, and Cleofar P. Millare, both of Valkaria, Fla., 
assignors to Sunshine Foliage World, Zolfo Springs, Fla. 
Filed Jul. 13, 1998, Appl. No. 114,115 
Int. Cl.’ AOLH 5/00 
U.S. Cl. Plt.—376 1 Claim 

1. A new and distinct cultivar of Aglaonema plant named ‘Pea- 
cock’, as illustrated and described. 





11,306 
AGLAONEMA PLANT NAMED ‘CASSANDRA’ 

B. Frank Brown, and Cleofar P. Millare, both of Valkaria, Fla., 
assignors to Sunshine Foliage World, Zolfo Springs, Fla. 
Filed Jul. 13, 1998, Appl. No. 114,123 
Int. Cl.’ AO1H 5/00 
US. Cl. Pit.—376 1 Claim 

1. A new and distinct cultivar of Aglaonema plant named ‘Cas- 
sandra’, as illustrated and described. 


11,307 
APRICOT TREE NAMED ‘BONNY’ 

Chris Floyd Zaiger, 929 Grimes Ave.; Leith Marie Gardner, 
1207 Grimes Ave.; Gary Neil Zaiger, 1907 Elm Ave., and 
Grant Gene Zaiger, 4005 California Ave., all of Modesto, 
Calif. 95358 

Filed Apr. 27, 1998, Appl. No. 66,833 
Int. Cl.’ AO1H 5/00 

US. Cl. Pit.—186 1 Claim 
1. A new and distinct variety of apricot tree, substantially as 

illustrated and described, characterized by its large size, vigorous, 

semi-spreading growth and being a productive and regular bearer 
of medium to large, firm, freestone fruit with good flavor and 
eating quality, both fresh and canned; the fruit is further character- 
ized by maintaining good texture, shape and appearance after being 
canned; having firm flesh with good handling and shipping quality 
and, in comparison to the Tri-Gem Apricot (U. S. Plant Pat. 

#6755), the fruit of the new variety is approximately 5 days later in 

maturity. 





11,308 
GROUND COVER ROSE PLANT NAMED ‘NOARE’ 
Reinhard Noack, Im Fenne 54, 33334 Giitersloh, Germany 
Filed Jul. 21, 1998, Appl. No. 119,583 

Claims priority, application Germany, Nov. 13, 1997, ROS 

1543 
Int. Cl.’ AO1H 5/00 

US. Cl. Pit.—101 1 Claim 

1. A new and distinct variety of ground cover rose plant charac- 
terized by the following combination of characteristics: 
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(a) forms attractive dark velvet red blossoms with bright yellow 
pollen and reproductive organs at the center, 

(b) exhibits a low, dense, compact and spreading growth habit, 

(c) forms attractive glossy foliage that contrasts well with the dark 
velvet red blossoms, 

(d) exhibits excellent disease resistance with respect to blackspot, 
mildew, and rust, and 

(e) is particularly suited for growing as attractive ornamentation in 
the landscape; 


substantially as herein shown and described. 





11,309 
ALSTROEMERIA PLANT NAMED ‘MAGIC LOVE’ 

F. B. Plevier, Sassenheim, Netherlands, assignor to Koninklijke 

Van Zanten B.V., Hillegom, Netherlands 

Filed Jun. 29, 1998, Appl. No. 106,646 
Int. Cl.’ A01H 5/00 

U.S. Cl. Pit.—309 1 Claim 

1. A new variety of Alstroemeria plant substantially as herein 
shown and described. 





11,310 
LANTANA PLANT NAMED ‘ANNE MARIE’ 

Richard C. Kearley, Jr., Hawthorne, Fla., assignor to Robrick 

Nursery, Inc., Hawthorne, Fla. 

Filed Sep. 14, 1998, Appl. No. 153,431 
Int. Cl.’ AO1H 5/00 

U.S. Cl. Plt.—227 1 Claim 

1. A new and distinct Lantana plant named ‘Anne Marie’, as 
illustrated and described. 





11,311 
RHODODENDRON PLANT NAMED ‘AMY COTTA’ 
Steve P. Cotta, 33 Duggan Rd., Tiverton, R.I. 02878 
Filed Jun. 29, 1998, Appl. No. 106,062 
Int. Cl.’ AO1H 5/00 

US. Cl. Pit.—238 1 Claim 

1. A new and distinct Rhododenron plant named ‘Amy Cotta’, as 
illustrated and described. 
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GENERAL AND MECHANICAL 


6,038,697 into said interior space, said opening into said pocket being coin- 
CARPENTER’S FINGER GUARD cident with said opening into said interior space, whereby the 
Steven M. Kasarnich, 4429 Provens Dr., Akron, Ohio 44319 insertion and withdrawal of a said toy animal into and out of said 
Filed Aug. 20, 1998, Appl. No. 137,229 pocket through said opening represents the entrance and emer- 
Int. Cl.” A41D 13/00 gence of such animal into and out of said interior space. 
U.S. Cl. 2—21 10 Claims 


10 x 
i 6,038,699 
CLEAN ROOM SMOCK HAVING AN INTEGRAL AIR 
PASSAGE 
Youn-soo Han, Kyungki-do; Hyeung-ki Kim, Seoul; Hyun-joon 
Kim, and Seung-un Kim, both of Kyungki-do, all of Rep. of 
Korea, assignors to Samsung Electronics Co., Ltd., Suwon, 
Rep. of Korea 
Filed Nov. 3, 1998, Appl. No. 184,851 
Claims priority, application Rep. of Korea, Dec. 8, 1997, 
97-66719 
Int. Cl.’ A41D 1/06 
U.S. Cl. 2—69 6 Claims 


1. A finger guard for protecting a finger being used as a guide 
along an edge of a work piece, comprising: 
a protective fabric shaped to cover the guiding surface of the 
finger being used as a guide along an edge of a work piece 
while leaving the finger tip uncovered so as not to interfere 
with the bending of the distal interphalangeal joint; and 
a fastening means for securing said protective fabric to the finger 
being used as a guide along an edge of a work piece, wherein 
said fastening means contorts the protective fabric to provide 
an insertion area for the finger being used as a guide along an 
edge of a work piece, and said fastening means is positioned 
in the area near the middle of said protective fabric such that, | | v 
when the finger guard is worn, said fastening means does not 
interfere with the bending of the distal interphalangeal joint of | 
| 


; oes 
faa 
the finger being used as a guide along an edge of a work \ 
piece. | 
72% 


6,038,698 1. A smock to be worn by a clean room operator, the smock 
TOY ANIMAL AND HABITAT CLOTHING comprising: 
John J. Lawler, 14 Westerly Dr., New City, N.Y. 10956 an upper material part for use in covering an upper body of the 
Continuation of application No. 08/205,658, Mar. 4, 1994, operator; 
abandoned. This application Jun. 30, 1995, Appl. No. 497,634. 4 jower material part for use in covering a lower body of the 
Int. Cl." A41B 1/00 , operator, wherein the upper material part and the lower mate- 
6 Claims rial part are integrally formed; 
a cinching means formed between the upper material part and 
the lower material part; 
an air passage, formed outwardly of the cinching means, con- 
necting the upper material part and the lower material part; 
and 
a discharge part in flow communication with the lower material 
part for venting the air within the smock. 








6,038,700 
LIGHTWEIGHT FIREFIGHTER GARMENT WITH 
DURABLE COLLAR AND WRISTLET MATERIAL 
Donald Aldridge, New Carlisle, and Nicholas J. Curtis, Dayton, 
both of Ohio, assignors to Lion Apparel, Inc., Dayton, Ohio 
1. In combination, at least one toy animal, and a garment having Continuation-in-part of application No. 09/015,184, Jan. 29, 
a pocket with an opening into said pocket, a pictorial representa- 1998. This application Oct. 2, 1998, Appl. No. 165,836. 
tion applied to said garment and over at least a portion of said Int. Cl.’ A41D 13/00 
pocket, said representation being of a habitat for said at least one U.S. Cl. 2—81 
animal, said opening into said pocket being located in said pictorial | 1. A hazardous duty jacket comprising: 
representation, the pictorial representation over said pocket depict- _ a body portion; 
ing a habitat element which has an interior space and an opening _a pair of arm portions attached to the body portion; and 


10 Claims 
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a pair of knitted wristlets, each of the wristlets being attached to 
a corresponding arm portion and treated with a durable, 
water-repellant finish. 





6,038,701 
PROTECTIVE HOCKEY UNDERSHIRT 
Paul Regan, 81 Colonel Betram Road, Brampton, Ontario, 
Canada, L6Z 4T6 
Filed Oct. 26, 1998, Appl. No. 178,419 
Int. Cl.’ A41D 1/3/00; A41B 1/16 


U.S. Cl. 2—125 13 Claims 


6. An undershirt for use by hockey players, the undershirt 

comprising: 

a torso portion with a lower trunk opening; 

a pair of sleeves attached to the torso portion; 

a sleeve cuff assembly on each of said sleeves distal from said 
torso portion, said sleeve cuff assembly including an fastening 
means wherein said fastening means is sufficiently adjustable 
to allow a slash guard to be selectively positioned on a wrist 
of said hockey player during a dressing step and securable to 
securely retain a slash guard in said sleeve cuff assembly 
during play and 

a head opening, said head opening including an integral neck 
cuff assembly including a band of fabric for at least substan- 
tially surrounding the neck of the user, a neck guard mount- 
able to said band of fabric said neck guard being openable to 
accommodate the head of a user there through and, an adjust- 
able, releasable attachment means, to permit said neck guard 
to be positioned on the neck of the wearer. 





6,038,702 
DECORATIVE PATCH 

Charles R. Knerr, 948 S. Third St., P.O. Box 1571, Jacksonville, 

Oreg. 97530 

Filed Aug. 25, 1998, Appl. No. 139,293 
Int. Cl.’ A41D 27/08 

U.S. Cl. 2—244 

1. A decorative patch comprising: 

a first layer of material having an interior aperture of a prede- 

termined shape, 


21 Claims 
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a second layer of material having an interior aperture of a 
predetermined shape, 

wherein the two layers are overlaid such that their shaped 
apertures register with each other, 

at least one securing element joining the two layers together 
around the periphery of their shaped apertures, and 

at least one securing element capable of attaching the respective 
layers of the patch in an aperture on opposite sides of a piece 
of material. 


6,038,703 

MEN’S BODY TEMPERATURE CONTROLLING PANTS 
Seun Yung Chung, Kocheung Jukong Apt. 1313-203, Haan 

3-Dong, Kwangmyung City, Kyungki-do, 423-060, Rep. of 

Korea 
PCT No. PCT/KR96/00238, § 371 Date Jun. 12, 1998, § 102(e) 

Date Jun. 12, 1998, PCT Pub. No. WO97/21363, PCT Pub. 

Date Jun. 19, 1997 

PCT Filed Dec. 11, 1996, Appl. No. 91,245 

Claims priority, application Rep. of Korea, Dec. 12, 1995, 

95-41021 U 
Int. Cl.’ A41B 9/02 


U.S. Cl. 2—403 12 Claims 


1. Male pants, comprising: 

a pants main body having a front side; and 

a Y shaped separation band on an interior side of said front side 
of said pants main body positioned to be able to separate the 
testicles from the body of the wearer when said pants main 
body is worn by the wearer. 


6,038,704 
HELMET WITH OPAQUE INNER LAYER, 
TRANSLUCENT OUTER LAYER, AND PATTERNING 
THEREBETWEEN 
Lynda N. Crescentini, 27316 Black Hawk Dr., Wesley Chapel, 
Fla. 34249 
Continuation of application No. 08/692,010, Aug. 2, 1996. 
This application Apr. 27, 1998, Appl. No. 67,234. 
Int. Cl.” A42B 3/00 
U.S. Cl. 2—410 10 Claims 
1. Composite protective headgear, comprising essentially a 
translucent exterior abrasion-resistant solid plastic layer, an opaque 
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interior solid plastic layer, and intermediate patterning sandwiched 
therebetween visible to an onlooker viewing it from the exterior. 


6,038,705 
IMPACT RESISTANT FACE SHIELD 
Edward C. Jarvis, Boxford, Mass., assignor to Oakley, Inc., 
Foothill Ranch, Calif. 
Filed Oct. 6, 1998, Appl. No. 167,056 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ A42B 3/20 


U.S. Cl. 2—424 15 Claims 


\ 
IN : AN) 


SN 
& 


1. An arcuately molded face shield for mounting to sporting 
helmets suitable for use in sporting events, said face shield com- 
prising: 

a unitary, optically-correct lens portion for shielding against 
mechanical impact a substantial portion of a sport partici- 
pant’s face having, in a first orientation, a first curvature 
extending in a horizontal direction and a second curvature 
extending in a vertical direction, said vertical curvature termi- 
nating in a top portion and a bottom portion, said bottom 
portion extending relatively inwardly towards the face of the 
participant relative to an intermediate portion of said lens 
disposed between the top and bottom portions when mounted 
to the sporting helmet. 


6,038,706 

CONVERTIBLE PROTECTIVE COVER FOR A MASK 

Douglas A. Seiler, 127 Iolanthus Ave., Novato, Calif. 94945 
Continuation-in-part of application No. 08/857,142, May 15, 
1997, Pat. No. 5,878,443. This application May 12, 1998, 
Appl. No. 76,350. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ A61F 9/02; A45C 11/04 

U.S. Cl. 2—426 19 Claims 

1. A convertible case and a mask combination, the case and 

mask combination comprising: 

a mask including a frame configured to fit sealingly around a 
portion of a user’s face, at least one lens supported in the 
frame; 

a case including a flexible front panel and a flexible rear panel 
secured to the front panel, the rear panel defining with the 
front panel a pouch, the pouch having an opening through 
which the mask may be inserted into and removed from the 
pouch; and 


GENERAL AND MECHANICAL 


a first strap being attached to a first side region of the pouch and 
extending from the pouch toward the mask and attached to a 
first side of the mask, a second strap being attached to a 
second side region of the pouch opposite from the first side 
region and extending from the pouch toward the mask and 
attached to a second side of the mask; 

wherein the case is collapsible into a first, work configuration 
wherein the case bears against he user’s head and a second, 
storage configuration wherein the mask is stored within the 
pouch such that the at least one lens is covered by the cover, 
the first and second straps being attached to the first and 
second sides of the mask and case respectively and being 
substantially clear of a region intermediate the first and sec- 
ond sides of the mask when the mask is in the storage 
configuration. 


6,038,707 
SPORTS GOGGLE HAVING A VENTILATING FAN 

William Dennis Ryden, Colorado Springs, Colo., and Joseph 

Ross McNeal, Hailey, Id., assignors to Smith Sport Optics, 

Ketchum, Id. 

Filed Jan. 23, 1998, Appl. No. 12,949 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ AGIF 9/02 


U.S. Cl. 2—436 11 Claims 


1. A sports goggle comprising: 

a lens subframe; 

a face subframe having a face flange, the face subframe con- 
nected to the lens subframe by a plurality of spacer struts, the 
plurality of spacer struts forming a top brim, the face flange 
having a forehead portion; and 

a ventilating fan assembly having a pair of flexible face flange 
struts attaching to the forehead portion of the face flange and 
designed to exhaust air through a fan exhaust vent in the top 
brim. 
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6,038,708 
AUTOMATIC TOILET SEAT WITH PROTECTIVE 
COVERING 

Roman Schreck, Antibes, France, assignor to Rosch Holding 

S.A., Geneva, Switzerland 

Filed Feb. 16, 1999, Appl. No. 251,194 

Claims priority, application Germany, Feb. 16, 1998, 198 06 

007 
Int. Cl.’ A47K 13/14 


U.S. Cl. 4—244.1 29 Claims 


1. An automatic toilet comprising: 

a toilet seat pivotally connected to a toilet bowl; 

a pivot motor for automatically raising and lowering said toilet 
seat; 

a plurality of protective coverings; 

a covering gripper for gripping said protective coverings and 
covering said toilet seat with said protective coverings; 


a covering-gripping motor for driving said covering gripper; 

a plurality of sensors for monitoring conditions around the 
automatic toilet and generating signals indicative of the moni- 
tored conditions; and 

a microprocessor control for controlling both said pivot motor 
and said covering-gripping motor based on the signals gener- 
ated by said sensors. 


6,038,709 
TOILET PLUNGER HOLDER AND COVER 
Dorothy M. Kent, 1401 Ashley Rd., Hoffman Estates, Ill. 60195 
Filed Jan. 6, 1999, Appl. No. 225,456 
Int. Cl.’ A45C ///00 


U.S. Cl. 4—255.05 9 Claims 


1. A holder for a toilet plunger of the type having an elastomeric 
suction head and a long narrow projecting handle, comprising: a 
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generally cylindrical base having a bottom wall and a generally 
cylindrical side wall extending upwardly from the bottom wall, 
means on the bottom wall for supporting the lower surface of the 
plunger elastomeric head, said cylindrical side wall extending 
upwardly to about the height of the elastomeric head, a removable 
cover for the base including a circular portion engageable with the 
base side wall and a narrow elongated tubular portion for enclosing 
the plunger handle, said tubular portion having an axial extent 
about the same as the plunger handle, whereby the holder configu- 
ration is optimized, and means integrally formed with the base 
bottom wall for holding a deodorizing substance including a cylin- 
drical wall formed with the bottom wall, and a plurality of radial 
Partitions extending from near the cylindrical wall generally radi- 
ally outwardly for spacing the plunger elastomeric head above the 
bottom wall, said cylindrical wall extending upwardly above the 
ribs so the deodorizing substance is directed generally inside the 
elastomeric head. 


6,038,710 
SEWAGE REMOVAL SYSTEM 
Mark J. Baron, Manotick, Canada, assignor to Cowater Inter- 
national Inc., Ontario, Canada 
Continuation-in-part of application No. 08/218,178, Mar. 28, 
1994, abandoned. This application May 30, 1995, Appl. No. 
454,596. 
Int. Cl.’ E63D 1/00 


U.S. Cl. 4—321 8 Claims 


1. An above-ground sewage removal system for a low water use 
toilet within a building, the system comprising an above-ground 
transfer tank to collect sewage by gravity from the toilet, a holding 
tank above-ground and remote from the transfer tank, a sewage 
discharge pipe extending between the transfer tank and the holding 
tank for fluid communication between the transfer tank and the 
holding tank, the sewage discharge pipe rising to a point, along its 
length, which is significantly above the fluid level in each of the 
transfer tank and the holding tank, a vent pipe for the interior of the 
holding tank and blower associated with the vent pipe, when 
activated to create a sufficient vacuum within the holding tank to 
draw sewage from the transfer tank, through the discharge pipe, 
into the holding tank, and switch means associated with the trans- 
fer tank and arranged so as to activate the blower, when the level of 
the sewage in the transfer tank rises to a predetermined height and 
to deactivate the blower when that level falls to a predetermined 
height. 





6,038,711 
POTTY TRAINING DEVICE 
William A. Clarke, 4549 Budd Dr., Erie, Pa. 16506 
Filed Apr. 7, 1999, Appl. No. 287,778 
Int. Cl.’ A47K ///02 
U.S. Cl. 4—449 19 Claims 
16. A device for assisting in potty training a toddler comprising: 
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a) a self-standing stool having a seat portion, a collection recep- 
tacle, and an openable and closeable lid for covering said 
receptacle; 

b) a generally rectangular back member attached to said stool, 
said stool and back portion generally resembling a miniature 
full-sized toilet; 

c) means for attracting the toddler to said device to increase 
familiarity and develop the toddler’s desire to use said device 
and thereby become potty trained, said means comprising a 
reward system for acknowledging the toddler’s achievement 
of successfully using said device including a displayable 
trophy, a first attachment means secured to a non-visible 
portion of said device to permit said trophy to be stored, a 
second attachment means for permitting said trophy to be 
displayed on a highly visible portion of said device. 


6,038,712 
SAFETY SUCTION ASSEMBLY FOR USE IN 
WHIRLPOOL BATHS AND THE LIKE 
Philip E. Chalberg, and Patrick B. Healy, both of Costa Mesa, 
Calif., assignors to Hydrabaths, Inc., Santa Ana, Calif. 
Filed Oct. 8, 1997, Appl. No. 946,930 
Int. Cl.’ A47K 3/00; E04H 4//2 


U.S. Cl. 4—507 5 Claims 


1. A suction assembly connected through an aperture in a wall of 
a whirlpool bath or spa tub below the water in the tub and 
connected to an inlet of a pump used for recirculating the water 
and propelling the water through a plurality of whirlpool bath jets; 
the assembly comprising: 

a face on the inside of the tub wall, the face having a plurality of 
apertures through which the recirculated water flows into the 
assembly and into the inlet; 

a body on the outside of the tub wall and connected to said face 
through said aperture, said body having a main chamber 
connected to said inlet and an elongated induction chamber 
open to ambient through an induction tube extended toward 
the top of the tub; 

said face further abutting a face tube extending through said tub 
wall aperture, exterior of said tub in overlapping coaxial 
relation to said induction chamber and forming a bleed path 
therebetween, whereby pressure in said face tube forming a 
column of water in said induction tube during normal opera- 
tion of said suction assembly and whereby blockage of said 
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face reduces said pressure and empties said column of water 
thereby permitting air to enter said pump inlet and cease said 
circulation; 

said face tube and said induction chamber comprising a pair of 
coaxial overlapping concentric tubes said face tube being 
spring-biased to abut said face. 


6,038,713 
BACK REST 
Neil O. Grosse, 238 Glen Park Avenue, Toronto, Ontario, 
Canada, M6B 2E3 
Filed Aug. 20, 1998, Appl. No. 137,044 
Int. Cl.’ A47K 3//2 


U.S. Cl. 4—575.1 1 Claim 


1. A back rest device, comprising: 

a pair of spaced apart elongate side rods each having upper and 
lower ends; 

a back rest member having front and back surfaces, and top 
bottom ends, said back rest member being extended between 
said side rods, said top end of said back rest member being 
extended towards said upper ends of said side rods, said 
bottom end of said back rest member being extended towards 
said lower ends of said side rods; 

wherein said back rest member is curved between said side rods; 

wherein said back rest member has a plurality of apertures 
extending between said front and back surfaces of said back 
rest member, said apertures being for permitting fluid to pass 
through; 

said lower ends of said side rods each having a lower suction 
cup coupled thereto; 

a head rest being extended between said side rods, said head rest 
being pivotally coupled to said upper ends of said side rods, 
said head rest including a pair of spaced apart side frames and 
a cushion extending between said side frames, one of said 
side frames being positioned adjacent one of said side rods, 
another of said side frames being positioned adjacent another 
of said side rods; and 

a pair of upper suction cups being coupled to said head rest, one 
of said upper suction cups being positioned adjacent one of 
said side frames, another of said upper suction cups being 
positioned adjacent another of said side frames. 


6,038,714 
CONCEALED GRAB BAR 
Torbett B. Guenther, 8992 Tamarack Ct., Plymouth, Mich. 
48170, assignor to Torbett B. Guenther, and Dolores Guen- 
ther, both of Plymouth, Mich. 
Filed Nov. 25, 1998, Appl. No. 199,519 
Int. Cl.’ A47K 3/024 
U.S. Cl. 4—576.1 15 Claims 
7. A grab assembly comprising, 
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an elongated grab bar having first and second ends and being of 
uniform diameter from end to end, 

first and second mounting flanges each having an annular pro- 
jection extending axially outwardly from one side thereof, 
said projections each having an outside diameter greater than 
that of said grab bar, and 

first and second annular covers having an inside diameter pro- 
viding a loose clearance fit of said cover on said grab bar and 
in final assembly respectively sleeved over the associated 
projections of the respective first and second flanges to con- 
ceal said flanges, said covers each having an inside diameter 
corresponding to the outside diameter of the associated one of 
said projections to provide a tight fit with said associated one 
of said projections, said loose fit of said cover with said grab 
bar thereby enabling each said cover to be tilted and shifted 
laterally relative to said grab bar when free of being sleeved 
over the associated said projection and while said grab bar is 
secured to said projection. 


6,038,715 
MULTIPLE SHOWER COMBINATION 
Horst Flieger, Schiltach, Germany, and John Marshall, Milton, 
Pa., assignors to Hansgrohe AG, Germany 
Filed May 22, 1998, Appl. No. 83,314 
Int. Cl.’ A47K 3/22 
US. Cl. 4—601 


1. Multiple shower combination having at least two shower 
operational units, wherein the shower combination is connectable 
to a wall connection for an overhead shower, the shower combina- 
tion having a front panel which is vertically adjustable when the 
shower combination is coupled to the wall connection for the 
overhead shower, at least one guide mechanism with at least one 
guide holder on at least one guide member for guidance of said 
front panel. 
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6,038,716 
CONDENSATION TRAP FOR A SHOWER CUBICLE 
Jeffrey Burnham, 6 Ajax Close, Laceby Acres, Grimsby DN34 
5QR, United Kingdom 
Filed Sep. 18, 1996, Appl. No. 716,494 
Int. Cl.” A47K 3/22 
US. Cl. 4—614 


aa 


a 


1. A shower cubicle condensation trap having a lower edge 
shaped and dimensioned to permit mounting of the trap on top of a 
shower cubicle having a main interior drain, sidewalls, and an 
interior area between the sidewalls, the trap comprising a generally 
convex cover for the cubicle, the cover having inner and outer 
walls substantially co-extensive in length spaced apart from each 
other, the inner wall having an opening in an uppermost part and 
the outer wall having a plurality of openings adjacent to a lower 
edge of the trap, the lower edge of the trap being in contact with 
the cubicle when the trap is mounted thereon, and drainage means 
for discharging condensed water from between the inner and outer 
walls into the interior area between the sidewalls of the shower 
cubicle. 





6,038,717 
DEVICE FOR A BED 
Bror Persson, Kvidinge, Sweden, assignor to Errarp Innova- 
tion AB, Angelholm, Sweden 
PCT No. PCT/SE97/00463, § 371 Date Sep. 17, 1998, § 102(e) 
Date Sep. 17, 1998, PCT Pub. No. WO97/34560, PCT Pub. 
Date Sep. 25, 1997 
PCT Filed Mar. 20, 1997, Appl. No. 142,845 
Claims priority, application Sweden, Mar. 22, 1996, 9601121 
Int. Cl.’ A61G 7/008;7/00 
U.S. Cl. 5—607 


1. A bed comprising: 

a bed bottom arranged to be shifted between an essentially 
horizontal position and two laterally pivoted positions, in 
which the bed bottom in an area of one of the lower longitu- 
dinal sides of the bed is angled for the purpose of forming a 
lateral contact area, said bed bottom including a plurality of 
abutment members disposed in the area of the longitudinal 
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sides of the bed, and an essentially elongate body provided 
with projecting members having a configuration complemen- 
tary to that of the abutment members, said projecting mem- 
bers and said abutment members extending essentially in a 
transverse direction of the bed, and 

a drive means arranged to produce a relative movement between 
said projecting members and said abutment members for the 
purpose of producing said lateral contact area and said bed 
bottom movements. 


indicia disposed on at least one surface for conveying a prede- 
6,038,718 termined humorous message corresponding to said member. 
SURGICAL TABLE 
Donald R. Pennington, New Paris; Keith A. Stickley, Green- 
ville, and Cyril F. Reesby, Troy, all of Ohio, assignors to 
Midmark Corporation, Versailles, Ohio 
Filed Aug. 15, 1994, Appl. No. 290,384 
Int. Cl.’ A47B 7/02 


6,038,720 
ATTACHMENT FOR A SUPPORT PILLOW AND 
METHODS FOR ITS USE 

Susan H. Matthews, Evergreen, Colo., and Cecelia O. Levine, 
EI Paso, Tex., assignors to Camp Kazoo, Ltd., Golden, Colo. 

Continuation-in-part of application No. 08/831,803, Apr. 9, 
1997, abandoned, which is a continuation-in-part of applica- 

tion No. 08/590,653, Jan. 24, 1996, Pat. No. 5,661,861. This 


U.S. Cl. 5—618 
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1. A surgical table comprising: 

a table top, said table top including a movable portion; 

a support for supporting said table top; 

an actuator for moving said table top relative to said support; 

a controller having selectable functions for energizing said 
actuator to move said table top to predetermined positions in a 
normal mode of operation when said surgical table is in a first 
configuration, and having a reverse mode of operation for 
reversing said selectable functions in a second configuration 
of said surgical table 

said movable portion of said table top being movable to recon- 
figure said surgical table from said first configuration to said 
second configuration; and 

including a sensor system located on said table for sensing 
engagement of said movable portion with said surgical table, 
and said selectable functions of said controller changing from 
said normal mode to said reverse mode of operation in 
response to said sensor system sensing engagement and dis- 
engagement of said movable portion to and from said table 
top. 


6,038,719 
NOVELTY PILLOW 
Doris Castagna, 113 Prescott F, Deerfield Beach, Fla. 33442 
Filed Feb. 26, 1999, Appl. No. 258,458 
Int. Cl.’ A47C 20/02 


1. A novelty pillow comprising: 


12 Claims U.S. Cl. 5—663 


application Feb. 8, 1999, Appl. No. 246,637. 
Int. Cl.” A47G 9/00 
19 Claims 


1. A support pillow comprising: 

a resilient cushion body that comprises a medial region and first 
and second arms extending from the medial region, said arms 
and medial region cooperating to define a generally circular 
open well; 

an attachment member removably attached about the cushion 
body, the attachment member having at least one connector 
which is adapted to hold an article near the cushion body. 

15. A support pillow comprising: 

a resilient cushion body that comprises a medial region and first 
and second arms extending from the medial region, said arms 
and medial region cooperating to define a generally circular 
open well; 

an attachment member removably attached about the cushion 
body, the attachment member having at least one pocket 
which is adapted to receive and hold an article. 


6,038,721 
SPLIT RAIL BED GUARD SYSTEM 


Illinois J. Gordon, 1020 Rocky Branch La., Elgin, S.C. 29045 


Filed Oct. 5, 1998, Appl. No. 166,742 
Int. Cl.’ A47C 21/00 

14 Claims 
1. A bed rail cover system for covering an adjustable split bed 


a base structure having a front surface and a rear surface and an railing, said bed rail cover system comprising: 


interior volume substantially filled with a filler; 

at least one slit on at least on of said surfaces; 

at least one flexible elongated member extending from said base 
through said slit, said member being substantially cylindrical 
in shape; and 


a first cover positionable over an adjustably movable upper bed 
rail, said first cover having a pair of longitudinal sides adapted 
to be disposed about opposite sides of said upper bed rail, and 
each side of said first cover having an upper end and a lower 
end; 
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a second cover adapted to be positionable over an adjustably 
movable lower bed rail, said second cover having a pair of 
longitudinal sides defining a slot therebetween at one end 
slidably engaging said lower end of said first cover; 

said first cover being positioned so that said lower end of said 
first cover is slidably engaged within said slot defined by said 
longitudinal sides of said second cover, so that said upper and 
lower bed rails may be adjusted with said first and second 
covers secured thereto, thereby covering a gap between said 
upper and lower bed rails. 





6,038,722 
PRESSURE ADJUSTABLE, ANATOMICALLY 
CONTOURED MATTRESS 
Gualtiero G. Giori, and Janine Giori, both of Chemin Des 
Eterpreys 16, 1010 Lavsanne, Switzerland 
Filed Jan. 8, 1999, Appl. No. 227,682 
Int. Cl.’ A47C 27/10;27/14 


U.S. Cl. 5—709 11 Claims 





1. A pressure adjustable, anatomically contoured mattress com- 
prising: 
an elongate, body supporting member that includes a resilient, 
air pressure adjustable, self-inflating foam core and a flexible 
covering that encloses said core, said body supporting mem- 
ber further including a contoured recess formed in an upper 
surface of said body supporting member and extending later- 
ally relative thereto, said recess accommodating the breasts of 
a female user lying face down on said body supporting 
member, said contoured recess including a convex curve 
formed in said head section and extending longitudinally 
relative to said body supporting member, said body support- 
ing member including a plurality of longitudinally juxtaposed 
and foldably interconnected support sections, each support 
section including a portion of said foam core and a portion of 
said covering that encloses said foam core portion, said sup- 
port sections including a head section that is engaged by the 
head of a user and a second support section that is foldably 
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attached to and immediately adjacent to said head section, 
said recess including a contoured upper surface of said head 
section and an angled leading end of said second support 
section, at least two of said longitudinally juxtaposed support 
sections being releasably connected to one another, said sup- 
port sections further including a third support section foldably 
attached and immediately adjacent to said second section, said 
covering including an exterior layer and an inner backing that 
is interposed between said exterior layer and said core; and 
valve means connected communicably to said core and extend- 
ing through said covering, said valve means being opened for 
exhausting air from and at least partially collapsing said core, 
and for allowing a core that is at least partially collapsed to 
draw in air and expand, said valve means being closed for 
maintaining a selected air pressure within said core. 


6,038,723 
FOLDABLE TOOL WITH REMOVABLE TOOL 
CARTRIDGED MECHANISM FOR SECURING TOOL 
CARTRIDGE 

William Nabors; Debra S. Yates, both of Wichita; David H. 
Linnebur, Derby; Jon Rodriguez, Ross Hill, all of Kans., and 
Andrew Hill, Lighthouse Pt, Fla., assignors to The Coleman 
Company, Inc., Wichita, Kans. 

Continuation-in-part of application No. 08/897,123, Jul. 18, 
1997, Pat. No. 5,960,498. This application Sep. 14, 1998, Appl. 
No. 152,300. 

Int. Cl.’ B25B 7/22 


U.S. Cl. 7—128 23 Claims 


1. A tool cartridge biasing mechanism for removably securing a 
tool cartridge in a cavity of a tool handle, said biasing mechanism 
comprising: 

a coil spring portion, disposed within the cavity of the tool 
handle, for exerting a biasing force on the tool cartridge to 
secure the tool cartridge in the cavity; 

a release handle portion to release the biasing force to remove 
the tool cartridge from the cavity; and 

a pivot disposed between said coil spring portion and said 
release handle portion, wherein said pivot secures said release 
handle portion to the tool cartridge. 





6,038,724 
CLOTHES LOAD ESTIMATION METHOD AND 
WASHING MACHINE 

Nicolas Wadih Chbat, Albany, and Vivek Venugopal Badami, 

Schenectady, both of N.Y., assignors to General Electric 

Company, Schenectady, N.Y. 

Filed Nov. 27, 1998, Appl. No. 200,815 
Int. Cl.’ DO6F 33/02 

U.S. Cl. 8—159 24 Claims 

1. A method for estimating a clothes load in a washing machine 
comprising the steps of: 
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sensing, at least at a first time and a second time during an initial 
acceleration phase of a wash cycle, a rotational speed of a 
washer component coupled to said clothes load; 
calculating an acceleration (a,,) of said washer component from 
said sensed rotational speeds; 
sensing, at said at least first and second times, a motor phase 
angle (@,,) of a single phase induction motor used in said 
washing machine to drive a washer basket; 
determining an inertia (I) of said clothes load based on a 
predetermined relationship between clothes load inertia (I.) 
and a quotient of said motor phase angle (@,,,) divided by said 
washer component acceleration (,,). 
17. A washing machine comprising: 
a motor, a clutch assembly, a washer basket operatively coupled 
to said motor by said clutch assembly, means for estimating a 
clothes load present in said washing machine, and means for 
controlling at least one washing machine operating condition, 
wherein said clothes load estimating means further comprises: 
means for sensing a rotational speed of a predetermined 
washer component coupled to said clothes load; 

means for calculating an acceleration of said washer compo- 
nent based on said sensed rotational speed; 

means for sensing a motor phase angle of said motor; 

means for determining an inertia (I) of said clothes load 
employing a predetermined relationship between said iner- 
tia (I) and said calculated washer component acceleration 
and said sensed motor phase angle; 

means for correlating said clothes load inertia (I,.) to an 
estimated clothes load in said washing machine; and 

wherein said controlling means is operatively coupled to said 

clothes load estimating means and said controlling means 

controls at least one washing machine operating condition 

based on said clothes load estimate. 


6,038,725 

UNICAST PARAFFIN REMOVING PIPELINE PIG 

INCORPORATING MULTIPLE DIAMETER AND 
THICKNESS DISCS AND HAVING A CENTRAL BENDING 

PORTION FOR TURNS 
Kenneth M. Knapp, 1209 Hardy, Houston, Tex. 77020 
Filed Mar. 29, 1996, Appl. No. 624,184 
Int. Cl.’ BO8B 9/04 

U.S. Cl. 15—104.061 22 Claims 

13. A unitary, cast, bidirectionally movable paraffin scraping pig 

comprising: 

(a) an elongate central body wherein the elongate body has a 
leading end and an opposite trailing end and having a middle 
portion between said ends; 

(b) a leading end disc extending radially outwardly from said 
body; 


GENERAL AND MECHANICAL 


(c) at least two intermediate discs on said body wherein at least 
one intermediate disc is near the leading end disc, and at least 
one intermediate disc is near the trailing end of said body; 

(d) said middle portion of said body is between said leading end 
and trailing end intermediate discs and said middle portion 
has sufficient length to enable flexure of at least about 15° to 
enable said pig to traverse a pipeline bend; 

(e) wherein said leading disc has a hardness of at least about 80 
durometer; 

(f) wherein said intermediate discs have a hardness which is less 
than the hardness of the leading disc by at least 10 durometer; 

(h) wherein the leading disc diameter is less than the diameter of 
said intermediate discs; and 

(i) wherein said intermediate discs adjacent to said middle 
portion have a faired root joining said discs to said middle 
portion. 


6,038,726 
FLOOR WIPER CONSTRUCTION 
Thomas J. Kelly, and Trucee V. Kelly, both of 5308 Millington 
Rd., Clayton, Del. 19938 
Filed Jul. 10, 1998, Appl. No. 113,604 
Int. Cl.’ A47L /3/282 
U.S. Cl. 15—227 


1. A floor wiper construction for cleaning the surface of a floor 

wherein the wiper construction comprises: 

a slipper unit including a slipper member dimensioned to engage 
a user’s foot and provided with a sole portion; 

a wiper unit including compressible cleaning material affixed to 
and depending downwardly from the sole portion of the 
slipper member; wherein the compressible cleaning material 
comprises a plurality of looped mop strands; and 

a friction gripping unit including a plurality of friction members 
affixed to and depending downwardly from the sole portion of 
the slipper member, wherein an uncompressed length of the 
compressible cleaning material is longer than the length of 
said friction members, and a compressed length of the com- 
pressible cleaning material is equal to the length of the fric- 
tion members, and wherein the plurality of friction members 
comprise cleat elements disposed at spaced locations on the 
sole portion of the slipper member. 
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6,038,727 
BATH BALL 
Kuo-Chin Chen, Taipei, Taiwan, assignor to Confirm Personal 
Care Industrial Corp., Taiyuan Hsien, Taiwan 
Filed Apr. 6, 1999, Appl. No. 287,580 
Int. Cl.” A47K 7/02 


US. Cl. 15—229.11 1 Claim 


1. A bath ball comprising a plurality of elastic nets woven out of 
artificial fibers and in a form of long sleeve, said elastic nets 
having numerous meshes and being sequentially put around a 
bar-like mold, so that each inner layer of said elastic net on said 
mold is covered by an outer layer of said elastic net, said elastic 
nets being then gradually axially compressed into a corrugated ring 
with said meshes of said a plurality of elastic nets overlapping one 
another and thereby defining numerous small angular spaces, said 
corrugated ring being then tightened at two diametrically opposite 
points with fastening means, and outer peripheries of said corru- 
gated ring automatically widely spreading to from said bath ball 
when said corrugated ring is removed from said mold; said a 
plurality of elastic nets giving said bath ball more ruffles so that 
said bath ball is softer and more resilient for comfortable use, and 


said numerous small angular spaces defined by said meshes of said 
elastic nets enabling said bath ball to produce more bubbles from 
reduced amount of cleansing product. 





6,038,728 
WIPER ARM AND WIPER DEVICE FOR VEHICLE 
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of said upper wall, a second side wall extending from the other 
side of said upper wall and an open side disposed opposite said 
upper wall to face said windshield, wherein 
said first side wall is located at an upstream side on said 
windshield relative to said second side wall, 
said first side wall has a larger height from said upper wall than 
said second side wall, and 
said upper wall, first side wall and second side wall from a 
triangular channel which closes said open side. 


6,038,729 
REPLACEMENT WIPER BLADE 

Jeffrey J. Feigenbaum, 7339 N. Karlov Ave., Lincolnwood, Ill. 

60646 

Continuation of application No. 08/517,289, Aug. 21, 1995, 
Pat. No. 5,732,436. This application Mar. 27, 1998, Appl. No. 

49,399. 
This patent is subject to a terminal disclaimer. 
Int. Cl.” B60S 1/38 


U.S. Cl. 15—250.41 16 Claims 


7. A replacement wiper blade fitting over and secured to an 
existing used wiper blade which has first and second free end 
portions attached to respective first and second ends of an elon- 
gated receptacle arm, the replacement wiper blade comprising an 
elongated body having first and second opposing ends, the body 


Tadayoshi Terai, Kosai; Yoshinori Hitomi; Masayuki Okano, including an elongated spine, first and second clamp arms diver- 
both of Toyota, and Kazutoshi Kinoshita, Nagoya, all of gently extending from the spine, the clamp arms defining an 
Japan, assignors to Asmo, Co., Ltd., Shizuoka-pref, and entrance to an elongated recess defined by the clamp arms and the 
Toyota Jidosha Kabushiki Kaisha, Aichi-ken, both of Japan spine, the recess being adapted to receive and secure the existing 

Filed Jul. 28, 1998, Appl. No. 123,950 wiper blade therein, the spine having a substantially cylindrical 
Claims priority, application Japan, Jul. 29, 1997, 9-20779; cross-section defining a slot therein at about a juncture of the 
Jul. 29, 1997, 9-202780 clamp arms adapted to receive and secure therein a tip of the 
Int. Cl.’ B60S 1/34 existing wiper blade, first and second wiper blade lips extending 
U.S. Cl. 15—250.201 17 Claims laterally from the spine and in opposing relation to the clamp arms, 
and first and second end sleeves adjacent the first and second ends 
thereof, the end sleeves defining first and second encapsulating 
regions having a resilient portion extending between and connect- 
ing the clamp arms to securely mount the replacement wiper blade 

to the existing wiper blade and the receptacle arm. 





6,038,730 
WINDSHIELD WIPER WITH REPLACEMENT BLADE 
Liang-Yuan Chen, 21392 Lemontree Ln., Huntington Beach, 
Calif. 92646 
Filed Aug. 10, 1998, Appl. No. 131,525 
Int. Cl.’ B60S 1/38; 1/28 
U.S. Cl. 15—250.452 
1. A windshield wiper, comprising: 
a wiper bridge having a predetermined length for pivotally 
connecting to a windshield wiper arm; 
at least two claw units pivotally connected with said wiper 
bridge respectively, wherein each of said claw units comprises 
a claw body having a reversed V-shaped cross section and two 


18 Claims 


1. A wiper arm for a vehicle windshield having a wiper blade 
disposed at the tip thereof and connected at the base thereof to a 
rotating pivot extending from a vehicle body and a spring member 
for pressing said wiper blade against said windshield, said wiper 
arm having an upper wall, a first side wall extending from one side 
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pairs of U-shaped claws integrally and outwardly extended 
from two bottom ends of said respective claw body respec- 
tively; 

an elongated flexor having two side edges which are respec- 
tively clamped by said claws of said two claw units so as to 
firmly mount said flexor extending between said two claw 
units, said flexor further having an elongated holding groove 
integrally provided therebelow, wherein said flexor and said 
two reversed V-shaped claw bodies of said two claw units 
define a receiving housing; 

a wiping blade having an elongated upper head slidably and 
detachably received in said holding groove of said flexor so as 
to mount said wiping blade in position; 

an additional wiping blade, which is coaxially received in said 
receiving housing, wherein said additional wiping blade is 
placed on top of said flexor and held in position by said two 
reversed V-shaped claw bodies, whereby said user may sim- 
ply pull out said additional wiping blade and replace said 
wiping blade by engaging said additional wiping blade with 
said holding groove of said flexor, and that said replaced 


wiping blade is capable of storing in said receiving housing, 
and 

means for holding said wiping blade and said additional wiping 
blade in position to prevent from falling out of the holding 
groove and the receiving housing. 


6,038,731 
CYLINDER CLEANING DEVICE 
Akira Hara, Tokyo; Hiraku Onuma, Yokohama; Hideo Oyaizu, 
Tokyo; Yuuichi Suzuki, Shiki, all of Japan, and C. Robert 
Gasparrini, Portchester, N.Y., assignors to Baldwin-Japan 
Ltd., Tokyo, Japan 
Filed Dec. 23, 1996, Appl. No. 777,373 
Claims priority, application Japan, Dec. 29, 1995, 7-352877 
Int. Cl.’ B41F 35/00; B41L 41/00 


U.S. Cl. 15—256.51 22 Claims 





1. A cylinder cleaning device comprising: 

a cleaning fabric supply element including rolled cleaning fabric 
forming an outer surface of said supply element 

a frame; 

a receiving and supporting means connected to said frame for 
receiving and supporting at least a portion of the outer surface 
of the cleaning fabric supply element; and 

a brake for applying a brake force to the cleaning fabric supplied 
from the cleaning fabric supply element. 


GENERAL AND MECHANICAL 


6,038,732 
VACUUM CLEANER NOZZLE ADAPTER 

Darwin T. McKnight, Louisville; John D. Essex, North Canton, 

and Kenneth L. Symensma, Canton, all of Ohio, assignors to 

The Hoover Company, North Canton, Ohio 

Continuation of application No. 08/502,128, Jul. 13, 1995, 
abandoned. This application Mar. 24, 1998, Appl. No. 46,893. 

Int. Cl.’ A47L 9/02 


U.S. Cl. 15—414 14 Claims 


1. An adapter for converting a laterally extending straight line 
suction inlet of a vacuum cleaner nozzle to a convex suction inlet 
having a laterally extending convex configuration, said adapter 
comprising a nozzle attachment portion and a suction inlet portion 
wherein said nozzle attachment portion includes means for remov- 
ably attaching said adapter to said straight line suction inlet and 
said suction inlet portion comprising spaced apart front and rear 
walls integral with and extending away from said nozzle attach- 
ment portion, said front and rear walls being connected by side 
walls defining an open ended fluid flow conduit therebetween, said 
conduit fluidly communicating with said straight line suction inlet 
at one end thereof and defining at the opposite end thereof a 
convex suction inlet having a laterally extending convex configu- 
ration and; 

an opposing pair of strakes, each projecting rearward from the 

rear wall of said suction inlet portion of said adapter and 
extending from said nozzle attachment portion to said convex 
suction inlet, each of said strakes being angularly inclined 
with respect to a plane extending laterally across said adapter 
and converging toward said convex suction inlet. 


6,038,733 
METHOD AND MEANS FOR INSTALLING CARPETS 
William E. Carder, 4 Spyglass Hill Rd., Fairport, N.Y. 14450, 
and Timothy Carder, 310 Cromwell Dr., Rochester, N.Y. 
14610 
Filed Oct. 28, 1998, Appl. No. 181,207 
Int. Cl.’ A47G 27/04 


U.S. Cl. 16—16 10 Claims 


1. A retainer for a tackless-type carpet securing strip employed 
for fastening carpet to a floor or the like, comprising 
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an elongate retainer housing having a plane bottom surface and 
a plane upper surface extending parallel to said bottom sur- 


6,038,735 
HANDLE FOR A COMPACT TOOL 


face, Chung-Min Chang, No. 18, Chilung Rd., Tali City, Taichung 
first pair of spaced, parallel, longitudinally extending wall Hsien, Taiwan 


sections integral with and projecting above said upper surface 
and forming therebetween on said housing a first longitudi- 


nally extending groove, US. 


a second pair of spaced, parallel, longitudinally extending wall 
sections integral with and projecting above said upper surface 
and forming therebetween on said housing a second longitu- 
dinally extending groove parallel to and laterally spaced from 
said first groove, and 

each of said second pair of wall sections having thereon an 
elongate, integral flange portion extending laterally therefrom 
part way toward the center of said second groove and in 
spaced parallel, confronting relation to each other and to 
marginal portions of said upper surface adjacent opposite 
sides, respectively, of said second groove, 

said housing disposed to have an elongate carpet securing strip 
slidably inserted into said second groove with marginal por- 


tions along the opposed side edges of said strip extending L 


slidably beneath said flange portions of said second pair of , 
wall sections. 


6,038,734 
BEARING CASTER 
Girolamo Angelo Facchin, 102 Nobelius Drive, Legana, Tasma- 
nia, Australia, 7277 
Filed May 21, 1998, Appl. No. 82,680 
Int. Cl.’ B60B 33/08 
US. Cl. 16—24 10 Claims 


| 3 = a 
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1. A ground engaging device for resting an object thereon, said 

ground engaging device comprising: 

a body having a top, a bottom, and a perimeter side, said bottom 
of said body having a plurality of cavities therein, said cavi- 
ties being generally hemispherical, each of said cavities hav- 
ing a rolling ball disposed therein such that a portion of the 
rolling ball extends outwardly from said bottom of said body; 

a pad being provided on said top of said body; 

a base plate having top and bottom surfaces, and a plurality of 
circular holes therethrough, each said hole of said base plate 
being associated with a cavity of said bottom of said body, 
said base plate being coupled to said bottom of said body such 
that each hole of said base plate is positioned coaxially 
adjacent to the associated cavity of said body, a portion of 
said rolling balls in said cavities being extended through the 
associated hole of said base plate such that said portion 
outwardly extends from said bottom surface of said base 
plate, each of said holes of said base plate has a periphery, 


said periphery of each of said holes being tapered radially 1. 


Filed Mar. 2, 1998, Appl. No. 32,788 
Int. Cl.’ B25B 7/22 
Cl. 16—110.1 1 Claim 


A handle for a compact tool, comprising: 

connecting plate and two side walls integrally extending 
perpendicularly and in the same direction from two respective 
opposite sides of said connecting plate, said connecting plate 
having a first end extending longitudinally therefrom and an 
opposing second end, each of said side walls having an 
engaging end extending longitudinally beyond said first end 
of said connecting plate, a first pair of longitudinally extend- 
ing recesses being respectively formed between said first end 
of said connecting plate and said two engaging ends, said two 
engaging ends being disposed at a distance one from another 
less than a width dimension of said connecting plate, a second 
pair of longitudinally extending recesses being respectively 
formed between said second end of said connecting plate and 
said side walls, a tool member being adapted to be pivotally 
connected between said two engaging ends. 


6,038,736 
HINGE FOR DEPLOYABLE TRUSS 


William D. Nygren, Denver, Colo., assignor to Lockheed Mar- 
tin Corporation, Bethesda, Md. 


Filed Jun. 29, 1998, Appl. No. 106,723 
Int. Cl.’ EOSD 11/04 
Cl. 16—275 


A hinge assembly for allowing pivotable movement between a 


inwards from said top surface of said base plate to said first structural member and a second structural member, compris- 


bottom surface of said base plate such that the diameter of ing: 


each hole at said top surface of said base plate is greater than _a hinge axis; 
the diameter of the hole at said bottom surface of said base _a first hinge member rigidly interconnected with said first struc- 


plate; and 
wherein said top of said body has a top recess, said pad being a 
disposed in said top recess. 


tural member; 
second hinge member rigidly interconnected with second 
structural member and further movably interconnected with 
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said first hinge member, wherein said first hinge member is 
pivotable relative to said second hinge member about said 
hinge axis; 

a first bearing means interposed between said first and second 
hinge members and comprising an annular bearing surface 
disposed about a first reference axis which extends in a first 
direction and along which said annular bearing surface of said 
first bearing means at least generally extends, wherein said 
first bearing means is annularly disposed about said hinge 
axis; 

a second bearing means interposed between said first and second 
hinge members and comprising an annular bearing surface 
disposed about a second reference axis which extends in a 
second direction and along which said annular bearing surface 
of said second bearing means at least generally extends, said 
second direction being transverse to said first direction, 
wherein said second bearing means is annularly disposed 
about said hinge axis, and wherein an entirety of said second 
bearing means is disposed further from said hinge axis than 
said first bearing means. 


GENERAL AND MECHANICAL 


6,038,737 
SPRING HINGED ACTUATOR 
Jerry N. Boright, 2 Tina La., No. 219, Naples, Fla. 34104 
Filed Oct. 20, 1997, Appl. No. 953,739 
Int. Cl.’ EOSF 1/08; EOSD 11/06 
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direct torsionally rotative spring pressure of a rotational 
extension of the first torsional spring in the oppositely second 
rotational direction against the second attachment member; 
base torsional extension of the second torsional spring is 
positioned to direct base torsional-spring pressure against the 
first attachment member in the first rotational direction and to 
direct torsionally rotative spring pressure of a rotational 
extension of the second torsional spring in the oppositely 
second rotational direction against the second attachment 
member; 
wherein the first torsional spring has a first-torsional-spring 
coil positioned circumferentially on an outside periphery of 
a spring axle; 

the second torsional spring has a second-torsional-spring coil 
juxtaposed to the first-torsional-spring coil and positioned 
circumferentially on the outside periphery of the spring axle; 

the spring axle is contained ia a spring-axle housing attached to 
the first attachment member; 
wherein the axle housing is a pair of U-bolts with a first 

U-bolt and a second U-bolt; 

a U portion of the first U-bolt is extended upwardly from a first 
side of the first attachment member at a position inwardly 
from a first edge of the first attachment member; 

a U portion of the second U-bolt is extended upwardly from a 
second side of the first attachment member at a position 
inwardly from a second edge of the first attachment; and 

a spring bracket that is generally U-shaped; 
with the spring bracket having a base of a first leg attached to 


13 Claims a first end of the spring axle, a base of a second leg attached 
to a second end of the spring axle and a U-shaped central 


portion that is sized and shaped to be positioned against the 


U.S. Cl. 16—297 


1. A spring-hinged actuator comprising: 

a first attachment member joined pivotally to a second attach- 
ment member with at least one hinge: 

the first attachment member and the second attachment member 
being tensioned pivotally in opposite-directional rotation on 
the hinge with at least one torsional spring fastened to the first 
attachment member; 

the at least one torsional spring having at least one base torsional 
extension of the torsional spring that is positioned to direct 
base torsional spring pressure against the first attachment 
member in a first rotational direction and to direct torsionally 
rotative spring pressure in an oppositely second rotational 
direction against the second attachment member; 

the fist attachment member and the second attachment member 
having sides at a dihedral angle proximate an axis of the hinge 
in a cocked mode; 

the dihedral angle being maintained in opposition to opposite- 
directionally rotative pressure from the torsional spring by a 
releasable tensioner that is extended intermediate the first 
attachment member and the second attachment member; 

the first attachment member and the second attachment member 
are structured for attachment to particular classes of targeted 
actuation items; 

the releasable tensioner is structured for release of the first 
attachment member and the second attachment member in 
reaction to a predetermined condition to actuate the targeted 
actuated items; 
wherein the at least one torsional spring is a double torsional 

spring having a first torsional spring and a second torsional 
spring; 

a base torsional extension of the first torsional spring is posi 
tioned to direct base torsional-spring pressure against the first 
attachment member in the first rotational direction and to 


second attachment member. 


6,038,738 
HINGE ASSEMBLY 
Dorinel Neag, Walled Lake; Stylianos A. Meidanis, West 
Bloomfield, and Thomas R. Carbone, Grosse Pointe, all of 
Mich., assignors to Chrysler Corporation, Auburn Hills, 
Mich. 
Filed Feb. 13, 1998, Appl. No. 22,970 
Int. Cl.’ EOSD ////0 


U.S. Cl. 16—324 6 Claims 


1. A hinge assembly for pivotally attaching a passenger door to 
a frame of a motor vehicle, the hinge assembly comprising: 

first and second hinge members pivotally interconnected for 
relative rotation about a hinge axis, said first and second hinge 
members adapted to be attached to the door and the frame, 
respectively; 

a camming member adapted to be pivotally connected to the 
door; 

a cam follower adapted to be carried by the frame; 

a first biasing member for biasing said camming member into 
engagement with said cam follower; and 
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a manually operable latching mechanism connected to one of 
said first and second hinge members, said manually operable 
latching mechanism operable in a first mode in which a catch 
of said latching mechanism lockably engages a stop of the 
other of said first and second hinge members such that an 
amount the door may be pivoted relative to the frame is 
limited to a first range of motion, and operable in a second 
mode in which said catch lockably disengages said stop such 
that said amount the door may be pivoted relative to the frame 
increases to a second range of motion larger than the first 
range of motion. 


6,038,739 
TILT HINGE 
Hideo Katoh, Kanagawa, Japan, assignor to Katoh Electrical 
Machinery Co., Ltd., Kanagawa, Japan 
Filed Aug. 4, 1997, Appl. No. 905,598 
Claims priority, application Japan, May 8, 1996, 8-206272 
Int. Cl.’ EOSD 11/10 


U.S. Cl. 16—342 12 Claims 


1. A tilt hinge comprising: 

a bracket for mounting on the side of a body of an equipment 
and having a bearing section; 

a rotating shaft adapted for installing to an end of an opening 
and closing member rotatably mounted to the bearing section 
of said bracket; 

a cam plate having elasticity, the cam plate provided with at 
least one recess and an irregular-shaped hole through the cam 
plate, the cam plate interposed between a large-diameter por- 
tion of the rotating shaft and one side face of the bearing 
section, the rotating shaft inserted through the irregular- 
shaped hole for rotating the cam plate with the rotating shaft; 

a first friction washer interposed between the cam plate and the 
bearing section and having an insertion hole through which 
the rotating shaft is inserted, the first friction washer rotating 
with the cam plate; 
non-rotating section friction washer mounted on the other, 
second side of the bearing section, the rotating shaft being 
inserted therethrough and locked to said bracket; 

a plurality of disk springs mounted on the rotating shaft in 
contact with the second friction washer; 

a nut connected to one end of the rotating shaft for pressing the 
plurality of disk springs toward the second side of the bearing 
section; 

a retaining washer having a second irregular-shaped hole there- 
through, the retaining washer interposed between the nut and 
the plurality of disk springs with the rotating shaft inserted 
through the second irregular-shaped hole, the retaining washer 
rotatable with the rotating shaft; 
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a ball mounted on the bearing section of the bracket oriented 
capable of contacting the at least one recess in the cam plate; 
and 

a plate spring for pressing the ball against the cam plate. 





6,038,740 
SCREWED CONNECTION OF A VEHICLE HINGE 
BRACKET 

Heinz Hoger, Nufringen, and Andreas Rath, Kusterdingen, 

both of Germany, assignors to DaimlerChrysler, Stuggart, 

Germany 

Filed Apr. 23, 1998, Appl. No. 64,758 

Claims priority, application Germany, Apr. 23, 1997, 197 17 

027 
Int. Cl.’ EOSD 5/00 


US. Cl. 16—382 6 Claims 


1. A screwed hinge bracket connection for a vehicle door, 
comprising a hinge bracket, at least two fastening screws screwing 
the hinge bracket to a wall, at least one alignable thread plate being 
carryable on an interior side of the wall and having tapped holes 
corresponding to the number and position of the at least two 
fastening screws, screw passage openings being provided in the 
wall and being dimensioned, to provide an amount of a predeter- 
mined adjustment of the wall with respect to an associated vehicle 
body cutout, larger than a diameter of the at least two fastening 
screws, in an adjusting position determined after a proper door 
adjustment independent of the at least two fastening screws, and at 
least one fixing screw for fixing the at least one alignable thread 
plate on the wall and having at least one passage hole in the wall 
sized to be larger than the diameter of the at least one fixing screw 
by the predetermined adjustment amount, 

wherein at least one barrel portion of the at least two fastening 

screws is situated inside the hinge bracket and has a diameter 
larger than a thread portion so as to be configured as a fitted 
screw, the diameter of the at least one barrel portion being 
sized to correspond to a precisely manufactured screw pas- 
sage hole in the hinge bracket. 





6,038,741 
UNI-GRID AND MULTI-FACETED CLEANER FOR A 
COTTON GIN 

William E. Winn, P.O. Box 702, Levelland, Tex. 79336 

Provisional application No. 60/081,743, Apr. 15, 1998. This 

application Apr. 9, 1999, Appl. No. 288,666. 
Int. Cl.’ DOIB 1/04 

U.S. Cl. 19—48 R 14 Claims 

1. A multi-faceted cleaner for a cotton gin for removing objects 
from seed cotton, comprising: 

a casing with upper and lower portions; 

an inlet to the casing for receiving the seed cotton; 

an outlet from the casing for expelling the seed cotton after the 

objects have been removed; 
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at least one rotatable cylinder proximate to the lower portion of 
the casing having spikes disposed thereon for engaging the 
seed cotton; 

a saddle positioned below the at least one cylinder; and 

a slidably removable grid positioned in the saddle having spaced 
slots through which the objects pass when removed from the 
seed cotton. 


6,038,742 
SWIVEL CLIP FOR RELEASABLY SECURING 
PERSONAL ARTICLES 
Gregory S. Patterson, Morrisville, N.C., assignor to Ericsson 
Inc., Research Triangle Park, N.C. 
Filed Feb. 22, 1999, Appl. No. 253,461 
Int. Cl.’ A44B 21/00; A45F 5/00 


U.S. Cl. 24—3.12 24 Claims 


PERSONAL | 
ARTICLE | 


18. A clip for releasably securing an article of personal use 
having a stud with a shaft having spaced ends, one end of the shaft 
attached to the article and the other end of the shaft having a head, 
said clip comprising: 

a spring member including first and second spaced apart mem- 

bers defining a receptacle; 

a base in the receptacle and having a recess hole adapted to 
receive the stud head, the base being connectable to a strap, 
the spring member biasing the first member against the base; 

a slot in the first member extending to an end substantially 
aligned with the recess hole, the aligned end of the slot having 
a first width less than a diameter of the stud head and greater 
than a diameter of the stud shaft; and 


GENERAL AND MECHANICAL 
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a channel in a surface of said base facing the first member and 
extending to the recess hole, the channel substantially aligned 
with the slot in the first member and having a depth tapering 
from a maximum depth distal from the recess hole to a 
minimum depth at the recess hole. 


6,038,743 
WRIST-MOUNTED GARMENT TAG HOLDER 
Cheryl C. Chapman, 1308 Glenn St., Homestead, Pa. 15120 
Filed Aug. 6, 1998, Appl. No. 130,679 
Int. Cl.’ A44B 21/00 


U.S. Cl. 24—3.2 5 Claims 


yp 
SO 


16 


1. A wrist-mounted tag holder comprising, in combination: 

a plurality of clothing tags each having an eyelet formed in an 
upper corner thereof; 

a flexible band with a planar rectangular configuration having an 
outer face, an inner face and a periphery defined by a pair of 
elongated side edges and a pair of short end edges including a 
first end edge and a second end edge; 

a first pile fastener mounted on the outer face of the band 
adjacent to the first end edge thereof, the first pile fastener 
having a width equal to a width of the band and a length equal 
to about % a length of the band; 

a second pile fastener mounted on the inner face of the band 
adjacent to the second end edge thereof, the second pile 
fastener having a width equal to the width of the band and a 
length equal to about % the length of the band, the second pile 
fastener being for releasably engaging the first pile fastener 
such that the band is adapted for fastening around a wrist of a 
user; and 
resilient J-shaped hook with an inboard end mounted to a 
central extent of the outer face of the band and an outboard 
end which tapers to a blunt point for receiving the eyelets of 
the tags. 


6,038,744 
HOSE CLAMP 

Michael Zielinski, Gladstone, N.J., assignor to Rotor Clamp, 

Inc., Somerset, N.J. 

Filed Feb. 23, 1999, Appl. No. 255,770 
Int. Cl.’ B65D 63/00; F16L 33/02 

U.S. Cl. 24—20 R 23 Claims 

1. A hose clamp comprising a clamp body having a longitudinal 
axis formed into an annular configuration having a main section 
and first and second terminal ends formed outwardly relative to 
said main section, said first terminal end formed between a pair of 
spaced apart side edges having a first notch opening along one of 
said side edges thereof, a tongue at said second terminal end 
projecting in a direction toward said first terminal end formed 
between a pair of spaced apart side edges having a second notch 
opening along one side thereof in an opposite direction to said first 
notch, said tongue having a free end facing said first terminal end 
and formed as a stop member having a flat face extending between 
said side edges and arranged transverse to said longitudinal axis of 
said clamp body, whereby when said first and second terminal ends 
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are brought towards each other in a direction along said longitudi- 
nal axis said face of said stop member is engageable with a portion 
of said first terminal end adjacent said first notch to prevent further 
expansion of said clamp body, said first and second notches being 
engageable with each other to releasably hold said clamp body in 
an expanded state upon displacement of said stop member past said 
first terminal end and being disengageable with each other to 
release said clamp body from said expanded state upon lateral 
displacement of said tongue relative to said first terminal end. 


6,038,745 
ADJUSTABLE STRAP 
Donita M. Rapp, 1009 Country Club Dr., Petaluma, Calif. 
94952 
Provisional application No. 60/092,787, Jul. 14, 1998. This 
application Jun. 2, 1999, Appl. No. 324,690. 
Int. Cl.” A44B 21/00 


US. Cl. 24—68 R 6 Claims 


1. An adjustable strap, comprising: 

an elastic band generally folded in half and having opposite ends 
attached together forming an elongated loop with a pair of 
lateral sections; 

a clip hook connected to said loop for clipping to a supporting 
structure; 

a buckle with at least two slots, both of said lateral sections of 
said loop being threaded through both of said slots in said 
buckle, said buckle being slidable along said loop to divide 
said loop into two variable-size storage loops for strapping 
and holding items, said buckle is slidable along said elongated 
loop to change the sizes of said storage loops for tightening 
around said items; and 

a triangular ring connected to said elongated loop on a side of 
said buckle opposite said clip hook, said strap for wrapping 
around said supporting structure by clipping said clip hook to 
said triangular ring, said triangular ring centering said clip 
hook on itself and distributing stress evenly on said loop. 
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6,038,746 
PRE-LOADABLE CORD LOCK 
Joseph Anscher, Muttontown, and Raymond Capiello, Stony 
Brook, both of N.Y., assignors to National Molding Corpo- 
ration, Farmingdale, N.Y. 
Filed Sep. 1, 1998, Appl. No. 144,875 
Int. Cl.’ F16G ///00 


U.S. Cl. 24—115 G 15 Claims 


1. A loadable cord lock comprising: 

an outer telescoping member having at least two side walls 
defining an interior cavity, and an aperture extending through 
said two side walls; 

an inner telescoping member slidable within the cavity of said 
outer telescoping member and having an aperture extending 
therethrough; 

means for biasing said inner and outer members so that said 
apertures are not aligned, to pinch a cord threaded through 
said apertures; 

at least one leg attached to the inner telescoping member and 
extending into the interior cavity of the outer telescoping 
member, said leg having an L-shaped free end; and 

a longitudinally-extending ramp connected at an upper end to 
the outer telescoping member and disposed within the cavity 
of the outer telescoping member, said ramp having a front 
side and a rear side and being angled toward the front side so 
as to bias the leg when said inner telescoping member is 
pressed into said outer telescoping member and said leg slides 
along the ramp, said ramp further comprising: 

a first ledge forming a first locking position disposed at an 
intermediate point along the front side of the ramp for 
receiving the L-shaped portion of the leg when said inner 
telescoping member is pressed into said outer telescoping 
member; 

a flexible lower foot portion extending below the slot; and 

a second ledge positioned on the rear side of the ramp above 
the slot, wherein further pressing on the inner telescoping 
member causes the leg to slide out of the first ledge and 
around the lower foot portion and catch on the second ledge 
in a second locking position; 

such that in the first locking position, the apertures on the inner 
and outer telescoping members are aligned for feeding a cord 
therethrough, and in the second locking position, the apertures 
are not aligned to pinch the cord. 


6,038,747 
PACK WAIST-BELT AND BUCKLES THEREFOR 

Jeffrey R. Hamilton, Hoffman Estates; John S. Pontaoe, Chi- 

cago, both of Ill., and Bryce Thatcher, Rexburg, Id., assign- 

ors to Illinois Tool Works Inc., Glenview, Ill. 

Filed Feb. 3, 1999, Appl. No. 243,561 
Int. Cl.’ A44B 11/00; A45F 5/00; B68B 5/00 

U.S. Cl. 24—164 25 Claims 

1. An apparatus useable for holding a pack on a back side 
portion of a person having a waist portion with first and second 
upper pelvis portions on generally opposing sides thereof, the 
apparatus comprising: 
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a buckle having generally opposing first and second side por- 
tions and generally opposing first and second end portions; 

a first adjustable strap portion coupled to and extending from the 
first end portion of the buckle, the first strap portion extending 
from a first side portion of the pack; 

a second adjustable strap portion coupled to and extending from 
the first end portion of the buckle, the second strap portion 
extending from the first side portion of the pack separate from 
the first strap portion; 

a third adjustable strap portion coupled to and extending from 
the second end portion of the buckle, the third strap portion 
extending from a second side portion of the pack; 

a fourth adjustable strap portion coupled to and extending from 
the second end portion of the buckle, the fourth strap portion 
extending from the second side portion of the pack separate 
from the third strap portion, 

the first and second strap portions are disposed about a first side 
of the waist portion and are coupled to the first end portion of 
the buckle forwardly of the first upper pelvis portion and the 
third and fourth strap portions are disposed about a second 


side of the waist portion and are coupled to the second end 
portion of the buckle forwardly of the second upper pelvis 
portion when the buckle is located on a front side portion of 
the person and the pack is mounted on a back side portion of 
the person. 


6,038,748 
LAUNDRY HOLDER WITH SOCK SNARE 
Peggy R. Durney, and Michael J. Durney, both of 1027 S. Tracy 

Ave., Bozeman, Mont. 59715 

Continuation of application No. 09/002,311, Jan. 2, 1998, 
abandoned, Provisional application No. 60/034,218, Jan. 3, 

1997. This application Feb. 16, 1999, Appl. No. 250,517. 
Int. Cl.’ A41F //00; F16G 11/00 


U.S. Cl. 24—302 8 Claims 


1. A device for holding laundry comprising: 
a strap having opposite ends; 
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a fastener for releasably connecting the opposite ends of the 
strap together; 

a pair of cords coupled to the strap, and 

a releasable cordlock through which the pair of cords is 
threaded, the releasable cordlock selectively positionable on 
the cords to form a loop of variable size between the cordlock 
and the strap, whereby laundry corresponding to said variable 
size is frictionally secured within the loop. 


6,038,749 
HOOK AND LOOP COMBINED SHOWER CURTAIN AND 
LINER CONSTRUCTION 
Stephanie A. Eberhardt, 183 Roundabout Trail, Camden, Del. 
19934 
Continuation-in-part of application No. 09/041,389, Mar. 12, 
1998, Pat. No. 5,894,642. This application Mar. 10, 1999, 
Appl. No. 265,411. 
Int. Cl.’ A44B //04 


U.S. Cl. 24—306 5 Claims 


1. A hook and loop combined shower curtain and liner construc- 

tion comprising: 

a rectangular planar shower curtain sheet having a front face, a 
rear face, a straight top edge, a straight right side edge, a 
straight left side edge, and a straight bottom edge; 

apertures equidistantly spaced along said top edge in a row; 

plastic shower curtain hooks for hanging from a rod, each of 
said hooks passing through one of said apertures; 

a strip of one of hook and loop attachment material attached 
adjacent to and below said apertures on the rear face of the 
shower curtain from the right side edge to the left side edge; 

a rectangular planar liner sheet having a front face, a rear face, a 
straight top edge, a straight right side edge, a straight left side 
edge, and a straight bottom edge commensurate in width and 
slightly shorter in height from the top edge to the bottom edge 
than the shower curtain sheet; 

said shower curtain hooks being color matched to the shower 
curtain sheet and the liner sheet; and 

a strip of the other of hook and loop fastener material attached to 
the rear face of the liner sheet contiguous with the top edge 
from the right side edge to the left side edge; 

so that when the strips of loop fastener material of the shower 
curtain sheet and the hook fastener material of the liner sheet 
are joined, the shower curtain sheet and the liner sheet are 
joined at a top edge region and separated readily for cleaning 
of either the shower curtain sheet or the liner sheet and 
reattached together for further use. 
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6,038,750 
STENTER FOR A TEXTILE MATERIAL WEB 

Manfred Pabst, Cologne, Germany, assignor to A. Monforts 

Textilmaschinen GmbH & Co., Monchengladbach, Germany 
PCT No. PCT/DE97/00373, § 371 Date Sep. 14, 1998, § 102(e) 

Date Sep. 14, 1998, PCT Pub. No. WO97/34038, PCT Pub. 

Date Sep. 18, 1997 

PCT Filed Feb. 25, 1997, Appl. No. 142,725 

Claims priority, application Germany, Mar. 14, 1996, 196 09 

928 
Int. Cl.’ DO6C 3/02 


U.S. Cl. 26—76 9 Claims 








1. A stenter for a textile material web having a plurality of edges 

and a width, said stenter comprising: 

(a) a feeding section having an end, a material web inlet, and a 
material web outlet; 

(b) a horizontal support; 

(c) a driving motor; 

(d) a plurality of carrier wheels disposed on the support, at least 
one of said carrier wheels comprising a driven friction wheel 
driven by said driving motor; 

(e) a plurality of endless chains having gripping means for 
seizing the edges of the material web, said chains being 
reversed in the material web inlet and in the material web 
outlet; 

(f) two pivotably mounted chain conveyors for the endless 
chains, said conveyors pivotable against each other around 
vertical axles in a scissors-like manner at the end of the 
feeding section, one of said axles being located at the inlet of 
the feeding section, said conveyors having a plurality of 
pivotable wings mounted on the carrier wheels to be movable 
on the horizontal support and facing away from the axle at the 
inlet of the feeding section, said wings having a given spacing 
between each other; 

(g) a width sensor for measuring the width of the material web 
being fed; and 

(h) controlling and regulating means for adapting the given 
spacing of the pivotable wings of the chain conveyors facing 
away from the axle at the inlet of the feeding section to the 
measured width of the material web being fed. 





6,038,751 
METHOD OF SETTING STONES BY USING A JEWELRY 
PRONG HEAD FOR ACCOMMODATING VARIOUS SIZE 
STONES 
Jerome Butler, Great Neck, N.Y., assignor to Alfred Butler, 
Inc., New York, N.Y. 
Filed Aug. 14, 1997, Appl. No. 911,179 
Int. Cl.’ B23P 5/00 
US. Cl. 29—10 6 Claims 
1. A method for capturing a round cut gem of varying size in a 
jewelry setting having a plurality of substantially straight prongs 
substantially uniformly angularly directed from a substantially 
common location in a base thereof, the method comprising seating 
said gem along said prongs at a height above said base without 
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adjusting the angular direction of said prongs, and shaving the 
distal ends of said prongs such that said prongs do not extend 
substantially past the height of said seated gem. 





6,038,752 
METHOD FOR MANUFACTURING AN ULTRASONIC 
TRANSDUCER INCORPORATING AN ARRAY OF 
SLOTTED TRANSDUCER ELEMENTS 
P. Michael Finsterwald, Scottsdale; Stephen Joseph Douglas, 
Chandler, and Ricky Gail Just, Phoenix, all of Ariz., assign- 
ors to Parallel Design, Inc., Tempe, Ariz. 

Division of application No. 08/871,211, Jun. 9, 1997, Pat. No. 
6,014,898, which is a division of application No. 08/374,251, 
Jan. 18, 1995, Pat. No. 5,637,800, which is a division of appli- 
cation No. 08/010,827, Jan. 29, 1993, Pat. No. 5,423,220. This 
application Aug. 9, 1999, Appl. No. 370,836. 

Int. Cl.’ HOIL 4//22 


U.S. Cl. 29—25.35 24 Claims 


\ 


1. A method for manufacturing an ultrasonic transducer array, 
comprising: 

providing a flat piezoelectric substrate having front surface 
overlaid by a front electrode and a rear surface overlaid by a 
rear electrode; 

cutting a series of substantially parallel slots substantially 
through the piezoelectric substrate from the substrate’s front 
surface; 

mounting an acoustic matching layer in front of the slotted front 
surface of the piezoelectric substrate to produce an interme- 
diate assembly, wherein the acoustic matching layer is config- 
ured to provide an electrically conductive path across the 
series of slots of the piezoelectric layer; 

affixing the intermediate assembly to a front carrier plate; 

cutting a series of substantially parallel cuts substantially 
through the piezoelectric substrate and the acoustic matching 
layer of the intermediate assembly from the rear surface of the 
piezoelectric substrate, the series of parallel cuts being made 
in planes substantially perpendicular to the series of parallel 
slots previously made substantially through the piezoelectric 
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substrate, the series of parallel cuts forming a plurality of 
individual transducer elements; 

applying a backing material to the rear surface of the piezoelec- 
tric substrate of the intermediate assembly; and 

removing the front carrier plate to yield an ultrasonic transducer 
array. 


6,038,753 
SWIVEL SLEEVE FOR HAND HELD SEAL 
INSTALLATION TOOL 
Kevin R. Willett, Maryville, Tenn., assignor to BTR Sealing 
Systems Technical Center, Inc., Rockford, Tenn. 
Filed Apr. 1, 1998, Appl. No. 53,463 
Int. Cl.’ B25B 27/00 


U.S. CL. 29—235 23 Claims 
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1. A tool for installing a seal on a flange comprising: 

a generally cylindrical housing; 

a drive motor in the housing; 

an installing head attached to the drive motor at a distal end of 
the housing for installing the seal on the flange; 

an actuator on the housing for activating the drive motor when 
the actuator is depressed; 

a sleeve surrounding the housing for allowing the housing to 
rotate within the sleeve and to translate along a common axis 
of the housing and the sleeve; 
projection within the sleeve for engaging the actuator to 
activate the motor when the sleeve is moved towards the 
distal end of the housing, and deactivating the motor when the 
sleeve returns towards a proximal end of the housing. 


6,038,754 
NUT REMOVAL AND INSTALLATION TOOL 
Jay M. Stafford, Huntington Beach, Calif., assignor to Fair- 
child Holding Corp., Dulles, Va. 
Filed Dec. 15, 1997, Appl. No. 990,677 
Int. Cl.’ B23P 19/04 


U.S. Cl. 29—267 5 Claims 


1. A tool for removing a nut retained in a cage member, the cage 
member being secured to a substrate which has a bolt fastened 
thereto, the cage member retaining said nut in a manner so that it 
can threadably receive and secure the bolt, the tool comprising a 
handle having a longitudinal axis and a nose portion secured to a 
first end thereof and a receiving member at a second end thereof, 
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said receiving member being adapted to secure a socket member to 
said handle, said receiving member comprising a threaded post 
member and said socket member has a threaded aperture formed 
therein, said nose portion having upper and lower jaw portions, 
said cage member having a plurality of windows for receiving tabs 
formed on said nut, the upper jaw of said nose portion being 
adapted to be positioned between the nut and cage member 
whereby said lower jaw portion contacts one of said tabs protrud- 
ing from said upper jaw portion to pry open said cage member, the 
lower jaw portion simultaneously pushing and lifting the nut 
through the cage window thus releasing the nut from said cage 
member. 


6,038,755 
INTEGRATED LEAD SUSPENSION TOOL BLOCK 

Carl Robert Mendel, Santa Clara; Darrick Taylor Smith, San 

Jose, both of Calif.; Dennis James Veerkamp, St. Charles, 

and Steven Harry Voss, Rochester, both of Minn., assignors 

to International Business Machines Corporation, Armonk, 

N.Y. 

Filed Jul. 1, 1998, Appl. No. 108,636 
Int. Cl.’ B25B 27//4 


U.S. Cl. 29—281.4 25 Claims 





1. A tool block assembly for processing an integrated lead 
suspension having a suspension body with a pair of spaced apart 
holes and a slider, comprising: 

a base; 

a platform which is adapted to support the suspension body; 

a datum pin pivotally mounted to and extending away from the 
platform to allow relative movement therebetween, the datum 
pin registering with one of the holes in the suspension body 
and resisting translational movement of the suspension body 
when the suspension body is supported on the platform; 

a stationary pin rigidly mounted to the platform and adapted to 
register with the other of the holes in the suspension body; 

a clamp pivotally mounted to the platform and movable between 
open and closed positions to retain the suspension body 
against the platform while the suspension body is located in 
the suspension body retainer; 
slider holder mounted to the base and being adapted to 
releasably retain the slider; and 

a mechanism for causing relative movement between the plat- 
form and the slider holder so that the slider makes contact 
with and adheres to the suspension body. 


6,038,756 

METHOD OF MOUNTING A SUSPENSION BUMPER 
Alan James Banks, Chelmsford, United Kingdom, assignor to 

Ford Global Technologies, Inc., Dearborn, Mich. 

Filed Feb. 2, 1998, Appl. No. 16,912 
Int. Cl.’ B23P 1//02;19/02 

U.S. Cl. 29—453 7 Claims 

1. A method of mounting a suspension bumper to a structural 
member on a motor vehicle, the method comprising the steps of: 
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(a) providing an aperture in the structural member for receiving 
the suspension bumper; 

(b) providing a blind bore axially extending from an open end to 
a closed end on the suspension bumper; 

(c) inserting a first end of an installation tool in said blind bore; 

(d) providing a resilient retaining tip on an outer surface of said 
closed end of the suspension bumper, said resilient tip having 
an uncompressed sectional area greater than said aperture in 
the structural member and a retaining groove having a sec- 
tional area substantially equal to aperture; 

(e) aligning said retaining tip adjacent with said aperture; 

(f) applying an insertion force on the suspension bumper with 
said installation tool to compress said retaining tip through 
said aperture in the structural member and allow said retain- 
ing groove to engage a periphery of said aperture; 

(g) applying a withdrawal force on said installation tool in a 
direction opposite from said insertion force sufficient to 
remove said installation tool from said blind bore, said with- 
drawal force being smaller in magnitude than a force required 
to remove said retaining tip from said aperture; and 

(h) providing an interference fit between said blind bore and said 
first end of said insertion tool such that said withdrawal force 
exceeds a predetermined minimum sufficient to withdraw the 
suspension bumper if said retaining groove fails to completely 
engage said periphery of said aperture. 





6,038,757 
METHOD OF OPERATING A ROLL STAND 
ARRANGEMENT 

Hubert Miiller, Grevenbroich, and Ulrich Svejkovsky, Wup- 

pertal, both of Germany, assignors to SMS Schloemann- 

Siemag Aktiengesellschaft, Diisseldorf, Germany 

Filed Jun. 5, 1997, Appl. No. 869,570 

Claims priority, application Germany, Jun. 7, 1996, 196 22 

740 
Int. Cl.” B22D 11/126 

U.S. Cl. 29—527.7 





1. A method of rolling sections in a roll stand arrangement 
composed of first and second universal stands or two-high stands 
and an intermediate edging stand arranged between the first and 
second stands, wherein a run-out roller conveyor is arranged fol- 
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lowing the roll stand arrangement and a cooling bed is arranged 
laterally of the run-out table, the method comprising supplying 
preliminary sections from a continuous casting plant in accordance 
with a cycle predetermined by an output of the continuous casting 
plant to the roll stand arrangement, finish rolling the sections in the 
roll stand arrangements in a number of passes and reversing 
passes, supplying each rolled section to the run-out roller con- 
veyor, severing the rolled section in a middle thereof into a front 
length portion and a rear length portion in a conveying direction, 
further comprising moving the front length portion onto the cool- 
ing bed, moving the rear length portion on the run-out roller 
conveyor next to the cooling bed and subsequently moving the rear 
length portion onto the cooling bed, wherein during moving the 
rear length portion a next preliminary section supplied by the 
continuous casting plant is introduced into and rolled in the roll 
stand arrangement. 





6,038,758 
PRODUCTION METHOD OF A SPINNING RING FOR A 
RING SPINNING MACHINE 

Hiroaki Kanai, Ashiya; Kiyohide Yagyu, Amagasaki; Akira 

Maruta, Kameoka; Kouji Sasahara, Itami, and Tsugio Shi- 

omi, Takarazuka, all of Japan, assignors to Kanai Juyo 

Kogyo Co., Ltd., Itami, Japan 

Filed Apr. 17, 1997, Appl. No. 842,830 

Claims priority, application Japan, Oct. 31, 1996, 8-307209; 

Dec. 25, 1996, 8-357013 
Int. Cl.’ B23P /3/04 


U.S. Cl. 29—557 6 Claims 


1. A production method for making a non-reversible spinning 
ring, having a shape which is dissymmetric in the direction of an 
axis thereof, by clamping and pressing a ring blank made of steel 
between a mandrel and a forming roll; 

wherein an inner and an outer peripheral surface of said ring 

blank is deformed by cold rolling into a ring body having a 
ring flange portion at a first end, a neck portion continuing 
from said ring flange portion, a support flange portion con- 
tinuing from said neck portion and a fit-in portion at a second 
end continuing from said support flange portion; 

said forming roll having a pair of radial walls on both sides of an 

outer peripheral surface thereof in an axial direction, a ring 
flange forming groove continuing from one of said radial 
walls, a neck forming protuberance continuing from said ring 
flange forming groove, a support flange forming groove con- 
tinuing from said neck forming protuberance and a fit-in 
portion forming peripheral surface continuing from said sup- 
port flange forming groove; and 
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said mandrel having a ring flange forming groove corresponding 
to said ring flange forming groove of said forming roll, a neck 
forming step portion corresponding to said neck forming 
protuberance of said forming roll, a support flange forming 
protuberance, the sectional shape of which is a wedge shape 
having an included angle of from 80° to 95°, corresponding 
with said support flange forming groove of said forming roll 
and a fit-in portion forming step portion corresponding with 
said fit-in portion forming peripheral surface of said forming 
roll; said method comprising the steps of; 

clamping and pressing said ring blank in said mandrel and said 
forming roll so that said ring is first pressed and deformed 
from the inner peripheral surface thereof by said support 
flange forming protuberance of said mandrel wherein said 
ring is deformed in a gap between said support flange forming 
protuberance and said support flange forming groove of said 
forming roll; 

thereafter, pressing and deforming said ring substantially simul- 
taneously from the outer peripheral surface thereof by said 
neck forming protuberance of said forming roll to deform said 
ring in a gap between said neck forming protuberance and 
said neck forming step portion of said mandrel, 

thereafter, clamping and pressing a first side end portion of said 
ring by said ring flange forming groove of said forming roll 
and said ring flange forming groove of said mandrel to deform 
said ring in a gap between said ring flange forming groove of 
said forming roll and said mandrel, and a second end portion 
of said ring being clamped and pressed substantially simulta- 
neously by said fit-in portion forming peripheral surface of 
said forming roll and said fit-in portion forming step portion 
of said mandrel to deform said ring in a gap between said 
fit-in portion forming peripheral surface of said forming roll 
and said fit-in forming step portion of said mandrel; 

wherein a direction of a thickness, the diameters of said ring are 
expanded and deformed to fill gaps between each portion of 
said forming roll and said mandrel, thereby producing said 
ring flange portion, said neck-portion, said support flange 
portion and said fit-in portion into a predetermined size. 





6,038,759 
METHOD OF PRODUCING A SUPERCONDUCTOR 
BILLET 
Juhani Teuho, Pori, Finland, assignor to Outokumpu Copper 
OY, Finland 
Filed Jun. 18, 1996, Appl. No. 665,384 
Claims priority, application Finland, Jun. 21, 1995, 953069 
Int. Cl.’ HOIL 39/24 


U.S. Cl. 29—599 5 Claims 
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1. A method of producing a superconductor billet, comprising 
the steps of: 
providing a copper core having a longitudinal axis and an outer 
surface defining a plurality of longitudinally extending 
grooves; 
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providing a plurality of copper sheets each having a first side 
and an oppositely facing second side; 

providing a plurality of copper arcuate segments each having a 
convex surface, a concave surface defining a plurality of 
longitudinally extending step-shaped surfaces, and a first end 
face and a second end face interconnecting the convex surface 
to the concave surface; 

providing a copper casing having an inner circumferential sur- 
face; 

providing a plurality of substantially identical cylindrical super- 
conducting rods each having an outer circumferential surface, 
a first axial end, a second axial end, and a longitudinal axis; 

attaching from two to six of said sheets to said core, such that 
said from two to six sheets extend radially from said core and 
define at least one pair of adjacent sheets, with the first side of 
one sheet of each pair of the at least one pair circumferentially 
facing the second side of the second sheet of said each pair, 
respectively, and the second side of the one sheet of said each 
pair circumferentially facing the first side of the second sheet 
of said each pair, respectively; 

positioning one of said arcuate segments against each of said 
first side and said second side of each of said sheets attached 
to said core, respectively, such that one of said arcuate seg- 
ments is positioned between every two sheets defining a pair 
of said at least one pair, respectively, whereby said first end 
face contacts said first side of one sheet of the pair, said 
second end face contacts said second side of the second sheet 
of the pair, said concave surface is spaced from and faces 
towards said core, and said convex surfaces define in combi- 
nation an essentially continuous circle, such that a cavity is 
formed between every two immediately circumferentially 
adjacent sheets, wherein each of said cavities is defined by a 
combination of a portion of said outer surface of said core 
having some of said longitudinally extending grooves, said 
first side of one of said sheets attached to the core, said 
second side of a immediately circumferentially adjacent sheet 
attached to the core, and said concave surface of said arcuate 
segment positioned against and between the one sheet and its 
immediately circumferentially adjacent second sheet; 

close packing said cylindrical superconducting rods into each of 
said cavities, such that the longitudinal axis of each of said 
rods is parallel with the longitudinal axis of said core, each of 
said rods is supported by and in contact with at least two 
immediately adjacent rods, some of said rods are received 
within said longitudinally extending grooves and supported 
by said core, and other of said rods are supported individually 
by said longitudinally extending step-shaped surfaces, 
whereby a unit is formed that comprises said core, said sheets 
attached to said core, said arcuate segments positioned 
between and in contact with every two immediately circum- 
ferientially adjacent sheets attached to said core, and said 
cylindrical superconducting rods packed into said cavities; 
and 

surrounding said unit with said copper casing, whereby the inner 
circumferential surface of said copper tube is in contact with 
the convex surface of each of said arcuate segments of said 
unit. 





6,038,760 
METHOD FOR MAKING AN INDUCTOR 
Dominique Antoine, Clauris, and Dominique Hantz, Comi- 
mont, both of France, assignors to Seb S.A., Ecully, France 
PCT No. PCT/FR95/00989, § 371 Date Jan. 29, 1997, § 102(e) 
Date Jan. 29, 1997, PCT Pub. No. WO96/04767, PCT Pub. 
Date Feb. 15, 1996 
PCT Filed Jul. 24, 1995, Appl. No. 776,312 
Claims priority, application France, Jul. 29, 1997, 94 09670 
Int. Cl.’ HOIF 41/06 
U.S. Cl. 29—605 11 Claims 
1. Process for fabricating an inductor for induction sources 
comprising winding on a support (5) an electric conductor coated 
with an electrically insulating material to form windings and 
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utilizing a resin to maintain the windings (10) in a compact form 
after an encapsulating operation, 
wherein said process further comprises 
utilizing a rapid-setting cementing means to maintain the 
windings (10) on the support (5) before the encapsulating 
operation, and 
wherein said step of utilizing comprises introducing the 
cementing means into openings (6) arranged in the support 
(5), said openings (6) permitting access to the windings 
(10). ; 





6,038,761 
METHOD FOR MANUFACTURING A ROTOR UNIT FOR 
A SYNCHRO SYSTEM 
Reinhold Meiler, Feldkirchen, and Dirk Stevens, Groebenzell, 
both of Germany, assignors to Siemens Aktiengesellschaft, 
Munich, Germany 
Filed May 20, 1997, Appl. No. 859,601 


Claims priority, application Germany, May 20, 1996, 196 20 
183 


Int. Cl.’ HO1IF 7/06 


US. Cl. 29—605 5 Claims 


1. A method for manufacturing a rotor unit for a synchro system 
having a ring transformer, the method comprises: 

assembling the ring transformer and a rotor plate packet on a 
rotor shaft, the ring transformer having a core and at least two 
flanges, and the rotor plate packet having channels for accept- 
ing a winding; 

placing an insulating coil body on the core, the insulating coil 
body having at least two wind-on connectors offset relative to 
one another and projecting radially beyond a circumferential 
contour of the ring transformer; 

securing a winding wire to one of the at least two wind-on 
connectors; 

wrapping the winding wire around the rotor shaft next to one of 
the at least two flanges of the ring transformer for at least 
one-half a revolution; 

directing the winding wire through an opening in the insulating 
coil body to the ring transformer; 

winding the winding wire about the insulating coil body of the 
ring transformer; 

winding the winding wire in the channels of the rotor plate 
packet continuously with said step of winding the winding 
wire about the insulating coil body; 
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fastening an end of the winding wire at the ring transformer to 
one of the at least two wind-on connectors; and 

subsequently removing a section of the at least two wind-on 
connectors from a position projecting radially beyond the 
circumferential contour of the ring transformer. 


6,038,762 
APPARATUS FOR MOUNTING AN ELECTRICAL 
CONNECTOR ON A PRINTED WIRING BOARD 
Stephen L. Clark, Dillsburg; David C. Horchler, Millersburg; 

Stuart C. Stoner, Lewisberry; Glenn J. Pontius, New Cum- 

berland, and William K. Nailor, 111, Camp Hill, all of Pa., 

assignors to Berg Technology, Inc., Reno, Nev. 

Division of application No. 08/443,789, May 17, 1995. This 

application Jan. 26, 1998, Appl. No. 13,491. 
Int. Cl.’ HO1R 9/00 
US. Cl. 29—739 6 Claims 

I. An assembly for mounting an electrical connector comprising: 

(a) a tooling plate having at least one locating projection extend- 
ing generally perpendicularly therefrom; 

(b) a substrate having a plurality of pin receiving apertures and a 
hold down aperture and being superimposed over the tooling 
plate such that the hold down aperture is engaged by the 
locating projection; and 

(c) an electrical connector having a plurality of pins and at least 
one hold down aperture with a tubular fastening means con- 
centrically positioned in said hold down aperture and being 
superimposed over the locating projection. 





6,038,763 
PROCESSED WIRE CONNECTING APPARATUS 

Hiroji Kodera, Gifu, and Yoji Katsuno, Kakamigahara, both of 

Japan, assignors to Kodera Electronics Co.,. Ltd., Gifu-ken, 

Japan 

Continuation of application No. 08/586,736, Jan. 30, 1996, 
abandoned. This application Oct. 17, 1997, Appl. No. 953,107. 

Claims priority, application WIPO, Jul. 10, 1995, PCT/JP95/ 
01370 

Int. Cl.’ HO1R 9/00 


U.S. Cl. 29—845 22 Claims 














1. An apparatus for automatically connecting processed wires to 
a connector body having holes for receiving wires, the apparatus 
comprising: 

a wire gripper including a pair of first gripping plates and a pair 
of second gripping plates for selectively lifting a processed 
wire, which is cut to a predetermined length, from a pile of 
processed wires, wherein the first gripping plates and the 
second gripping plates cooperate to grip and separate one 
processed wire from the pile of the processed wires and to lift 
the separated processed wire from the pile of processed wires; 

a wire inserting means for inserting the lifted processed wire 
into one of the holes on the connector body by moving the 
lifted processed wire relative to the connector body; and 
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correcting means for changing the orientation of an undesirably 
oriented lifted processed wire to a desired orientation such 
that an axis of the lifted processed wire is aligned with an axis 
of one of the holes, 

wherein each of the processed wires includes a terminal affixed 
to at least one end, and wherein the correcting means includes 
a rotator for rotating the lifted processed wire about the 
longitudinal axis of the lifted processed wire to orient the 
terminal to a predetermined orientation prior to insertion in 
the connector body, 

wherein the rotator includes a pair of clamping plates for engag- 
ing the lifted processed wire, wherein the clamping plates are 
constructed and arranged to move in opposite but parallel 
directions. 


6,038,764 
METHOD OF DISTRIBUTING A WIRE HARNESS TO A 
WALL SURFACE BY DETACHABLY LOCKING THE 
WIRE HARNESS ON A TRIMMING PLATE 

Atsuyoshi Yamaguchi, and Minoru Kubota, both of Shizuoka, 

Japan, assignors to Yazaki Corporation, Tokyo, Japan 

Filed Jun. 23, 1997, Appl. No. 880,871 
Claims priority, application Japan, Jun. 24, 1996, 8-163442 
Int. Cl.’ HO1R 43/00 


U.S. Cl. 29—854 11 Claims 


1. A method of distributing a wire harness with connectors to a 
wall surface, comprising the steps of: 

providing a first preliminary locking member for the wire har- 
ness on a trimming plate which is to be mounted to the wall 
surface; 

providing a second preliminary locking member to said wire 
harness; 

preliminarily and detachably locking the wire harness to the 
trimming plate; and 

fixing the trimming plate to the wall surface with first fixing 
means; and 

fixing the wire harness to the wall surface with second fixing 
means different from said first fixing means so that the trim- 
ming plate can be removed without removing the wire har- 
ness. 





6,038,765 
PROCESS AND DEVICE FOR CONNECTING A CORD 
MADE OF FILAMENTS TO A DRILLED HOLE OR 
SHEATH 
Wolfgang Hentschel, Schopfheim, Germany, assignor to Auto 
Kabel Managementgesellschaft mbH, Hausen i.W., Germany 
Filed Jul. 16, 1998, Appl. No. 116,755 
Claims priority, application Germany, Jul. 18, 1997, 197 30 
927 
Int. Cl.’ HO1IR 43/00; B6SH 51/18 
U.S. Cl. 29—857 8 Claims 
1. A process for connecting a free end (1) of a cord comprising 
individual filaments (2) to an opening (4) defined by a continuous 
circumferential wall, wherein the filaments (2) are inserted into the 
opening (4) and thereafter the continuous circumferential wall and 
the filaments are pressed together, comprising grasping the fila- 
ments the cord (3) near a front side (14) of the filaments (2), 
compacting the filaments (2) together with a pressing tool (6) over 
an entire circumference of the filaments (2), inserting a projection 
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(15) of the filaments (2), which is opposite the grasped position 
and projects towards the front side (14) of the Filaments, into the 
opening (4), releasing the pressing tool (6) and moving the press- 
ing tool away from the opening (4) in a longitudinal axial direction 
of the cord (3), applying the pressing tool (6) again, so that the 
filaments are compacted again over the entire circumference at a 
distance from the opening (4), shoving the filaments further into 
the opening (4), repeating the releasing, applying and shoving 
stepwise until a total lengthwise area of the free end (1) of the cord 
(3) is inserted into the opening (4) to a desired dimension. 


METHOD FOR ASSEMBLING A JACK ASSEMBLY 
PANEL 
William R. Werner, Post Falls, Id., assignor to Telect, Inc., 
Liberty Lake, Wash. 

Division of application No. 09/018,926, Feb. 5, 1998, Pat. No. 
5,938,478. This application Jun. 28, 1999, Appl. No. 345,608. 
Int. Cl.’ HOIR 43/20 

U.S. Cl. 29—876 


1. A method for assembling a jack assembly panel, comprising 

the following steps: 

(a) providing a left panel, a right panel, a top panel, a bottom 
panel and a rear panel; 

(b) screwing the left panel at an approximate ninety degree angle 
to the top panel and to the bottom panel; 

(c) screwing the right panel at an approximate ninety degree 
angle to the top panel and to the bottom panel, to form a 
housing structure which is configured to receive jack assem- 
blies; 

(d) providing a wire management tray and a cross connect 
housing, the cross connect housing including pin apertures for 
receiving cross connect pins; 

(e) snap fitting the wire management tray to the cross connect 
housing; 

(f) snap fitting the cross connect housing to the bottom panel of 
the housing structure; 

(g) providing a circuit board vertically oriented between the rear 
panel and the top panel, configured to receive terminal pins 
from jack assemblies inserted into the housing structure, said 
circuit board having cross connect pins forwardly mounted 
thereon, and input-output pins mounted rearwardly thereon 
and positioned such that the input-output pins extend through 
the pin apertures in the rear panel; 

(h) positioning the circuit board between the top panel and the 
rear panel of the housing structure, such that the cross connect 
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pins in the circuit board extend through the pin apertures in 
the cross connect housing; 

(i) fastening the circuit board and the rear panel, to the top panel 
and to the bottom panel, such that the input-output pins 
mounted on the circuit board extend through the pin apertures 
in the rear panel; and 

(j) inserting jack assemblies into the housing structure. 





6,038,767 
METHOD AND APPARATUS FOR ASSEMBLING PISTON 
ASSEMBLY 
Shinichi Ito, Aichi-ken, Japan, assignor to Sanyo Machine 
Works, Ltd., Aichi-ken, Japan 
PCT No. PCT/JP96/02243, § 371 Date Apr. 27, 1998, § 102(e) 
Date Apr. 27, 1998, PCT Pub. No. WO98/05865, PCT Pub. 
Date Feb. 12, 1998 
PCT Filed Aug. 7, 1996, Appl. No. 29,077 
Int. Cl.’ B23P 15/00 


U.S. Cl. 29—888.02 11 Claims 


1. A method for assembling a piston assembly, the piston assem- 
bly including a rotating shaft having a swash plate thereon, a 
plurality of pistons engaged with a peripheral edge of the swash 
plate, and a pair of shoes disposed in a notch formed in each of the 
pistons at a central portion of the piston, each of the pair of shoes 
being slidably engaged respectively with a front-side surface and a 
rear-side surface of the swash plate, wherein each piston is recip- 
rocally moved in an axial direction of the rotating shaft by the 
respective pair of shoes when the swash plate is rotated, the 
method comprising the steps of: 

arranging said plurality of pistons in parallel with one another 

with a predetermined distance therebetween; 

moving said plurality of pistons in a circumferential direction 

along the peripheral edge of said swash plate, while maintain- 
ing a predetermined distance therebetween; 

while moving said plurality of pistons, aligning said notch with 

the peripheral edge of said swash plate, as each piston reaches 
the peripheral edge of the swash plate; and 

at substantially the same time as the aligning said notch with the 

peripheral edge of said swash plate, raising the pair of shoes 
to a substantially vertical position, so that the respective pair 
of shoes are oppositely disposed with respect to the front-side 
and rear-side surfaces of said swash plate and are in parallel 
relationship therewith. 





6,038,768 
METHOD AND APPARATUS FOR COUPLING PANEL 
BOARDS AND TUBING TO A HEADER PIPE 

Richard O. Rhodes, San Francisco, Calif., assignor to FAFCO, 

Incorporated, Redwood City, Calif. 

Filed Jun. 9, 1998, Appl. No. 94,187 
Int. Cl.’ B23P 15/26 

U.S. Cl. 29—890.043 14 Claims 

1. A method for forming a heat exchanging device, the device 
including a plurality of heat exchange tubes and a header pipe 
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arrangement, wherein walls of each of the plurality of heat 
exchange tubes defines a tube opening within each of the heat 
exchange tubes and the header pipe arrangement defines dub- 
header openings in the header pipe arrangement, the method com- 
prising: 
pretreating ends of the heat exchange tubes; 
applying heat to the pretreated ends of the heat exchange tubes, 
wherein applying heat to the pretreated ends of the heat 
exchange tubes at least partially melts the pretreated ends of 
the heat exchange tubes; 
applying heat to the header pipe arrangement, the header pipe 
arrangement including a flange arrangement arranged around 
the sub-header openings, wherein applying heat to the header 
pipe arrangement at least partially melts the flange arrange- 
ment; and 
sealing the pretreated ends of the heat exchange tubes against 
the header pipe arrangement. 


6,038,769 
METHOD FOR MANUFACTURING AN AIR-GAP- 
INSULATED EXHAUST MANIFOLD 
Pierre Bonny; Norbert Kreutzig, both of Hamburg, and 
Thorsten Sternal, Moisburg, all of Germany, assignors to 
DaimlerChrysler AG, Stuttgart, Germany 
Filed Feb. 19, 1998, Appl. No. 25,857 
Claims priority, application Germany, Feb. 19, 1997, 197 06 
386 
Int. Cl.’ B23P /5/00 


U.S. Cl. 29—890.08 13 Claims 


1. In a method for manufacturing an air-gap-insulated exhaust 
manifold formed of an exhaust-conducting inner tube, assembled 
from individual sections, and an outer shell, divided into an upper 
shell and a lower shell and designed to match the shape of the 
inner tube, comprising the steps of inserting inner tube sections, of 
which at least one is designed as a curved tube, into one another to 
form the inner tube, the inside diameter of the respective receptacle 
of one tube section being larger than the outside diameter of the 
tube section end of the other tube section to be inserted into this 
receptacle, inserting the inner tube centered as an assembled part 
into the lower shell of the outer shell, resting the upper shell on the 
lower shell and pressing it against the latter, and welding the upper 
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and lower shells with the inner tube sections in the vicinity of their 
outlet openings, the improvement comprising the steps of: 
connecting the inner tube sections forcewise with one another 
before inserting the inner tube into the lower shell by a 
connector made of heat-volatile material, and 
dissolving the connector under the influence of heat after weld- 
ing the upper and lower shells with the inner tube sections 


6,038,770 
PROCESS FOR THE PRODUCTION OF WOOD-VENEER 
STEERING WHEEL 
Rainer Carrier, Rancate, Germany, assignor to Rainer Carrier, 
Rancate/Ti, Switzerland 
Continuation-in-part of application No. PCT/CH97/00071, 
Feb. 25, 1997. This application Noy. 13, 1998, Appl. No. 
192,259. 
Int. Cl.’ B29C 44/06 
U.S. Cl. 29—894.1 2 Claims 
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1. A method for the production of wood based steering wheels 

comprising the steps of: 

a) preparing veneer segments of dimensions as required for the 
peripheral length of a desired size wood segment; 

b) placing the wood veneer segments into a mold of arc shape 
corresponding to an arc of a steering wheel onto which the 
veneer segment is to be placed, together with solid sheet glue 
between the veneer segments; 

c) compressing and heating the veneer segments in the mold to 
an extent sufficient to laminate the veneer segments together 
and to cause the veneer segments to assume the arc shape; 

d) profiling the outer surface of the segments to a final desired 
outer shape; 

e) cutting the profiled segments in half to provide two laminated 


segments and forming a recess in one surface of each of two ' 


laminated segments adapted for accommodation of a steering 
wheel therein; and 

f) bonding the laminated segments together around the steering 
wheel. 


6,038,771 
METHOD OF MANUFACTURING TIE ROD BAR FOR 
STEERING LINKAGE OF MOTOR VEHICLE 
Nobuyuki Takehara; Kazuhisa Shimoda, and Yasuo Morishita, 
all of Hamamatsu, Japan, assignors to Rhythm Corporation, 
Shizuoka, Japan 
Filed Oct. 15, 1996, Appl. No. 730,209 

Claims priority, application Japan, Dec. 22, 1995, 7-334408; 

Mar. 8, 1996, 8-051170 
Int. Cl.’ B23P 13/04 

U.S. Cl. 29—897.2 19 Claims 

1. A method of manufacturing a tie rod bar having a uniform 
wall thickness for use in a steering linkage of a motor vehicle, said 
method comprising: 

providing a steel pipe of a given length and a given wall 
thickness; 

a multistage forging step including a first stage of forming on 
said steel pipe a first diameter section by performing a cold 
forging while maintaining said given wall thickness in a state 
that a mandrel is inserted into said steel pipe so that a large 
diameter portion remains in one end portion of said steel pipe 
at a location corresponding to a location where a spherical 
section is to be formed, while an opposite end portion of said 
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steel pipe is shank-reduced to form said first diameter section, 
a second stage of shank-reducing a first portion of said first 
diameter section from a location in a central portion of said 
steel pipe to one end thereof by cold forging to form a second 
diameter section smaller in diameter than said first diameter 
section while maintaining said given wall thickness, a third 
stage of shank-reducing a second portion of said first diameter 
section from a location in a central portion of said first 
diameter section toward said one end portion of said steel pipe 
by cold forging to provide a diameter equal to that of said 
second diameter section so that said second diameter section 
extends further toward said one end portion of said steel pipe 
while maintaining said given wall thickness, a fourth stage of 
shank-reducing a portion of said second diameter section at 
said opposite end portion of said steel pipe by cold forging to 
form a third diameter section smaller in diameter than said 
second diameter section while maintaining said given wall 
thickness, and a fifth stage of forming said spherical section at 
said large diameter portion of said steel pipe by cold forging 
while maintaining said given wall thickness and further form- 
ing a hexagonal section with a hexagonal cross section at a 
portion of said second diameter section adjacent said third 
diameter section; 

a neck section forming step of forming a neck section at a 
portion of said first diameter section adjacent said spherical 
section; 

a boot groove forming step of forming a boot groove at a given 
position on said second diameter section; 

a screw section forming step of forming a screw section on said 
third diameter section; 

a heat treatment step of performing a heat treatment for remov- 
ing residual stresses from components formed in said multi 
stage forging step, said neck section forming step, said boot 
groove forming step and said screw section forming step to 
thereby increase strengths and improve ductility thereof; and 

a coating step of coating the heat-treated components for rust 
prevention. 


6,038,772 
EDGING SCISSORS WITH GUIDES 
Robert W. Cornell, Schofield, Wis., and Suk Ku An, Gyung- 
gido, Rep. of Korea, assignors to Fiskars Inc., Madison, Wis. 
Continuation of application No. 08/666,939, Jun. 19, 1996, 
Pat. No. 5,832,612. This application Oct. 30, 1998, Appl. No. 
183,126. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B26B /3/04;13/10 
U.S. Cl. 30—233 20 Claims 
1. A pivoted hand tool having first and second opposed elon- 
gated members, each member having a blade at a front end thereof 
and a handle at a rear end thereof, each blade having a cutting 
edge, a pivot uniting the elongated members for pivotal movement 
thereabout, the cutting edges being matingly engageable upon 
pivotal movement of the handles about the pivot, the hand tool 
improvement comprising: 
a guide connected to the front end of at least the first member, 
the guide including a bottom plate spaced apart from a cover 
plate, the cover plate extending across at least a portion of the 
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bottom plate to form a slot therewith, and abutting surfaces 
forming an included angle therebetween. 


6,038,773 
ADJUSTABLE LENGTH PRUNING INSTRUMENT 
Thong Huu Le, and Timothy Van Le, both of San Jose, Calif., 
assignors to Thong H. Le, San Jose, Calif. 
Continuation-in-part of application No. 08/722,792, Sep. 27, 
1996, Pat. No. 5,745,998, which is a continuation of applica- 
tion No. 08/585,120, Jan. 11, 1996, abandoned. This applica- 
tion May 4, 1998, Appl. No. 72,123. 
Int. Cl.’ B26B /3/26 


US. Cl. 30—249 22 Claims 











1. A variable length pruner for cutting limbs comprising a 
hollow shaft handle assembly having a longitudinal axis, a lower 
end, an open upper end having an opening, and a slidable grip 
portion, said slidable grip portion being slidable along the axis 
between a first position and a second position, 

a shearing mechanism attached to said open upper end of said 

assembly, 

said shearing mechanism including a body having a hook 
adapted to receive and hold a limb, a cutting blade pivotally 
attached to said body and selectively pivotable against said 
hook to cut said limb; 

a leverage arm pivotally coupled to said body, said cutting blade 
being coupled to a portion of said leverage arm so that pivotal 
movement of said leverage arm pivotally moves said cutting 
blade; 

a cable member having an internal portion and an external 
portion for moving said cutting blade with respect to said 
hook, said cable member extending in operable engagement 
with said leverage arm, through said open upper end, through 
said hollow shaft handle assemble and into engagement with 
said slidable grip portion, said cable member being coupled to 
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said shearing mechanism and said slidable grip portion so that 
movement of said slidable grip portion between said first and 
said second positions pivots said leverage arm and said cut- 
ting blade with respect to said hook, and wherein said hollow 
shaft handle assembly comprising an upper segment and a 
lower segment, said segments being in telescopic engagement 
with each other, a segment securing device releasably secur- 
ing said segments at a number of relative positions that 
contributes to the selected length of said assembly, and a 
cable device mounted to one of said segments and engaging 
said external portion for increasing or decreasing the operable 
length of said external portion in relation to the decrease or 
increase in length of said hollow shaft handle assembly. 


6,038,774 
SPRINKLER HEAD TRIMMER 
Harry F. Boekeloo, and James A. Swick, both of Warren, Pa., 
assignors to Boekeloo, Inc., Warren, Pa. 
Provisional application No. 60/052,957, Jul. 18, 1997. This 
application Jul. 17, 1998, Appl. No. 118,948. 
Int. Cl.’ B26B 27/00 


U.S. Cl. 30—276 21 Claims 


1. Apparatus for trimming grass around a sprinkler head com- 
prising a body including means defining a bore having an axis for 
disposing said body over a sprinkler head with the sprinkler head 
at least partially received in the bore during rotation of said body 
about said axis and further defining a peripheral portion, means for 
rotating said body about said axis, and at least one means attached 
to said peripheral portion for cutting grass as said body rotates 
about said axis adjacent the ground with a sprinkler head at least 
partially received within the bore, said cutting means comprising a 
wire having an end portion defining a cutting blade and an inter- 
mediate portion formed into a coil defining a spring. 


6,038,775 
CHAIN SAW ACCESSORY FOR SUPPORTING A 
CHAINSAW DURING VERTICAL CUTTING 
Will L Holladay, HCR 67 Box 24, Independence, Calif. 93526 
Filed Mar. 25, 1998, Appl. No. 48,128 
Int. Cl.” B23D 47/02 

U.S. Cl. 30—376 2 Claims 

1. A foot for a chainsaw adapted to support the chainsaw for 
making headcuts in rafters, said chainsaw including a guidebar to 
support the circulation of a cutting chain in a direction away from 
the operator defining an upped cutting edge for the chainsaw and in 
a direction toward the operator defining a lower cutting edge for 
the chain saw, said support comprising: 

a flat baseplate to rest upon the rafters during cutting, the 
baseplate having an aperture; 

a hinge disposed on the baseplate and supporting a clamp for 
pivotal motion about an axis, said clamp having spaced arms 
to pass the chainsaw guidebar there between and through the 
aperture, a backing plate on one arm to support the guidebar 
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and threaded screws on the other arm adapted to contact but 
not penetrate through the guidebar to clamp the guidebar 
against the backing plate and to the clamp, said guidebar 
when clamped adapted to pivot about said axis from a vertical 
position to approximately 75 degrees from the vertical; 

an adjustment bracket upstanding from the baseplate proximate 
the aperture, said bracket including an arcuate slot having a 
radius centered at said axis; 

a threaded stud secured to the backing plate and passing through 
the slot to receive a wingnut to secure the position of the stud, 
clamp and the angular position of guidebar relative to the 
baseplate, whereby the chainsaw is positioned to cut the 
rafters with the upper cutting edge with the weight of the 
chainsaw supported by the baseplate and while moving in a 
direction parallel to said axis. 





6,038,776 
AUTOMATIC DRAFTING MACHINE 

Yoshikuni Yamada; Shinya Nozawa, and Yutaka Yamada, all of 

Tokyo, Japan, assignors to Mutoh Industries Ltd., Tokyo, 

Japan 

Filed Jan. 7, 1997, Appl. No. 779,610 
Claims priority, application Japan, Jul. 19, 1996, 8-209138 
Int. Cl.’ B43L 13/00 


US. Cl. 33—18.1 1 Claim 


1. An automatic drafting machine comprising: 

a platen sandwiched by a drive roller and a corresponding 
pressure roller that is capable of moving toward and away 
from said drive roller, and a drawing head; 

a paper adsorption mechanism associated with said platen; and 

a sensor associated with said platen for detecting a paper, 

wherein when the paper is set on said platen and said sensor 
detects the paper, said paper adsorption mechanism is turned 
on and the paper is adsorbed to said platen, and 

wherein said sensor is positioned behind said drive roller rela- 
tive to said drawing head, the paper adsorption mechanism 
being turned on only after a leading edge of the paper is 
detected by the sensor and has passed between said drive 
roller and said pressure roller which are separated by a pre- 
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determined distance from each other, said pressure roller 
subsequently being pressed against said drive roller with the 
paper therebetween. 





6,038,777 
METHOD AND APPARATUS FOR SIGHT REDUCTION 
William Cochran, 1004 Crabtree Cir., New Bern, N.C. 28562 
Provisional application No. 60/034,764, Jan. 6, 1997. This 
application Jan. 6, 1998, Appl. No. 3,577. 
Int. Cl.’ GOIC 1/08;17/34 


U.S. Cl. 33—268 16 Claims 
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1. A sight reduction apparatus for determining the position on 
the Earth of a user with respect to first and second celestial bodies, 
comprising: 

a) a sextant means for measuring an altitude of each of the first 

and second celestial bodies; 

b) means for determining an hour angle with respect to a known 
meridian and a declination for each of the first and second 
celestial bodies; and 

c) processing means for calculating the position of the user 
relative to the first and second celestial bodies based on 
parameters which consist essentially of said altitudes, said 
hour angles and said declinations of each of the first and 
second celestial bodies. 


6,038,778 
SHAFT COMPRESSION PACKING RULER 
Albert L. Harrelson, III, Marion, N.Y., assignor to Garlock Inc, 
Palmyra, N.Y. 
Provisional application No. 60/049,761, Jun. 16, 1997. This 
application Jun. 12, 1998, Appl. No. 96,910. 
Int. Cl.’ GO1B 3/02;3/04 


U.S. Cl. 33—483 8 Claims 


1. A ruler for aiding in packing a stuffing box surrounding a shaft 
comprising: 
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an elongate rectangular body having a top face and bottom face, 
opposite parallel longitudinal edges, and a measurement scale 
along at least one longitudinal edge; said measurement scale 
comprising at least: one mark located at a pre-determined 
distance form an end of said body, said predetermined dis- 
tance being equal to the optimal compressed height of a 
compressible set of packing rings, each packing ring having 
about the same optimal compression and dimension, and a 
linear series of graduation marks of repeat basic measurement 
units starting from the location of said one mark, wherein the 
distance between sucessive graduation marks is equal to the 
height of non-compressible bushing rings of about the same 
dimension. 


6,038,779 
APPARATUS FOR MEASURING THICKNESS AND 
METHOD THEREFOR 
Eung Suk Lee; Wan Hee Park; June Ho Park, and Seung Bae 
Jung, all of Kyongsangbook-do, Rep. of Korea, assignors to 
Pohang Iron & Steel Co., Ltd., and Research Institute of 
Industrial Science & Technology, both of Rep. of Korea 
PCT No. PCT/KR96/00203, § 371 Date Jul. 14, 1998, § 102(e) 
Date Jul. 14, 1998, PCT Pub. No. WO98/22778, PCT Pub. 
Date May 28, 1998 
PCT Filed Nov. 15, 1996, Appl. No. 101,654 
Int. Cl.’ GO1B 21/08;5/06;7/06 


U.S. Cl. 33—503 9 Claims 


1. An apparatus for measuring thickness, comprising: 

a test piece retaining part comprising: an X axis carrying part for 
retaining a test piece and capable of moving in a direction of 
an X axis; a Y axis carrying part for retaining said X axis 
carrying part and capable of moving in a direction of a Y axis; 
and a Z axis carrying part for retaining said Y axis carrying 
part and capable of moving in a direction of a Z axis; 

a sensing part comprising: a sensor retaining part for retaining 
an upper sensor movably up and down; and a test piece 
retaining part supporting table for supporting said test piece 
retaining part and having a lower sensor fixed thereon; 

said X axis carrying part, said Y axis carrying part and said Z 
axis Carrying part respectively comprising: a test piece retain- 
ing frame, an X axis carrying part retaining frame and a 
axis carrying part retaining frame; 

said test piece retaining frame, said X axis carrying part retain- 
ing frame and said Y axis carrying part retaining frame 
respectively comprising: an X axis open space, a Y axis open 
space and a Z axis open space; 

said test piece retaining frame and said X axis carrying part 
retaining frame respectively comprising: an X axis linear 
scale sensor, and a Y axis linear scale sensor; and 

said X axis carrying part retaining frame and said Y axis 
carrying part retaining frame respectively comprising: an X 
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axis scale and a Y axis scale corresponding with said X axis 
linear scale sensor and said Y axis linear scale sensor. 


6,038,780 
REMOTE SENSOR APPARATUS AND METHOD 
David R. Mushabac, Brooklyn, N.Y., and Stanislaw A. Policht, 
Closter, N.J., assignors to Dentrac Corp., Brooklyn, N.Y. 
Provisional application No. 60/025,560, Sep. 6, 1996. This 
application Sep. 6, 1997, Appl. No. 927,546. 
Int. Cl.’ A61B 5/107 


U.S. Cl. 33—512 7 Claims 


1. An arrangement for the remote sensing and recordation of 

information of a body component, comprising: 

a stylus held within a support head, said support head having an 
electrode therein for the detection and recordation of stylus 
contact with a body component; 

a plurality of parallelogram linkages articulably supporting said 
stylus, said linkages having a first or input end and a second 
or output end; 

a motion tracking generator attached to said output end of 
linkages; and 

a sensor arranged to receive and record signals from said track- 
ing generator in a plurality of orthogonal planes, so as to 
permit the generation and recordation of contours, location 
and domain of the body component being sensed by said 
stylus. 


6,038,781 
METHOD OF DE-ICING AN AIRCRAFT 
Timothy Patrick McElroy; Christopher Patrick McElroy, both 
of Glendale, and Lucian G. McElroy, Carefree, all of Ariz., 
assignors to Proto-Vest, Inc., Glendale, Ariz. 

Division of application No. 09/025,061, Feb. 17, 1998, Pat. No. 
5,950,324. This application Mar. 16, 1999, Appl. No. 268,959. 
Int. Cl.” F26B 7/00 
U.S. Cl. 34—38 7 Claims 

1. A method for removing deicing materials from an aircraft (10) 
having wings (12 and 14) and a horizontal stabilizer (16) using a 
plurality of flexible and inflatable bags each having a generally 
rectangular cross section defined by front and rear panels and 
opposite sides extending between a first end for receiving air and a 
second end having a nozzle extending between the sides of the bag 
for emitting air in an emitting plane, said method comprising the 
steps of: 

disposing a first starboard bag (43) vertically on the starboard 

side of the aircraft (10) with the nozzle thereof extending 
horizontally, 

disposing a first port bag (46) vertically on the port side of the 

aircraft (10) with the nozzle thereof extending horizontally, 
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6,038,783 
SUPPORT HARNESS FOR A HARD SHELLED HAIR 
DRYER 
Lynette McFadden, 1116 Lindley Ave., Philadelphia, Pa. 19141 
Filed Apr. 9, 1999, Appl. No. 288,562 
Int. Cl.’ A45D 20/00 
U.S. Cl. 34—99 10 Claims 








supplying air under pressure to the first end of the starboard bag 
(43) to inflate the starboard bag (43) to a stiff position with the 
nozzle thereof engaging the starboard wing (12) of the aircraft 
(10), and 
supplying air under pressure to the first end of the port bag (46) 
to inflate the port bag (46) to a stiff position with the nozzle 
thereof engaging the port wing (14) of the aircraft (10), 
said method characterized by disposing the nozzles of the first 4. A portable hair drying apparatus comprising: 
starboard (43) and port (46) bags in a first horizontal V-shape —_a hood unit including a hard-shelled hood member having gen- 
with each other to direct the emitting air in said emitting erally rigid upper and lower portions, a front, a back, and 
planes rearwardly and outwardly on each side of the aircraft opposed sides; “yt ; ; 
(10) to move deicing material outwardly and rearwardly over # three-point support unit including a pair of support members 
the wings (12 and 14) of the aircraft (10). connected to the apposed sides of the hood member and 
operatively associated with the shoulders of a user of the hair 
drying apparatus, and a third support member connected to 
the back of the hood member and associated with the upper 
torso of a user of a hair drying apparatus; and, 
a dryer unit operatively associated with the hood unit and 
including a heating coil member, a fan member, and a power 
6,038,782 source provided with control knobs. 


BLOW DRYER HAVING AIRFLOW CONTROL MEANS 
Natale Schepisi, Mamaroneck, N.Y., assignor to Vital Hair 
Tools, LLC, Mamaroneck, N.Y. 
Filed Feb. 4, 1998, Appl. No. 18,616 6,038,784 


This patent is subject to a terminal disclaimer. BOTTLE RACK 
Int. Cl.” A45D 2/36 Steven B. Dunn, 2069 Coldwater Canyon, Beverly Hills, Calif. 


i 90210, and Tor H. Petterson, 96 Yacht Harbor Dr., Rancho 
U.S. Cl. 34—97 22 Claims —_ polos Verdes, Calif. 90275 
Filed Jul. 10, 1998, Appl. No. 113,868 

Int. Cl.’ F26B 25/18 





U.S. Cl. 34—104 


22. A blow dryer for blowing air and including a barrel having a 
barrel opening, the barrel having a plurality of holes which are 
disposed around a circumference of the barrel and are spaced along 
substantially an entire length of the barrel, the blow dryer compris- 
ing: 
at least one set of rings spaced along the length of the barrel and 1. An apparatus for storing an article, comprising: 
extending around the circumference of the barrel for guiding _q tray having a bottom face that is adapted to be supported by an 
hair, said rings being positioned so as to partially obstruct air underlying surface such as a counter-top, and an upper face; 
flow through the holes for diffusing the air flow. and 
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a plurality of pegs extending outwardly from said upper face, 
each of said pegs being sized and arranged so as to be able to 
support an article, and wherein 

each of said pegs are permanently mounted to said tray in such 
a manner as to be movable between a first storage position, 
wherein said entire peg is positioned adjacent to said upper 
face for storage and packaging of said apparatus, and a 
second, operative position, wherein said peg is positioned so 
as to extend outwardly from said upper surface, so as to 
enable said peg to support an article, wherein said apparatus 
can conveniently be folded for packaging and storage pur- 
poses. 


6,038,785 
VACUUM DRYING SCREEN 
Richard R. Lawson, 4305 Greilick Rd., Traverse City, Mich. 
49686, and Roger C. Droukas, 601 Grand Ave., Thiensville, 
Wis. 53092 
Filed Jan. 16, 1998, Appl. No. 7,954 
Int. Cl.’ F26B 9/04 


U.S. Cl. 34—145 7 Claims 





1. In a leather drying machine wherein a dryer panel comprising 
a porous screen is mounted over a perforated plate on the under- 
side of a vacuum chamber that is positioned above a heated drying 
table on which leather skins are dried, the improvement wherein 
the dryer panel comprises a layer of fine mesh screen formed of a 
synthetic resin material mounted on a porous backing material, the 
backing material being adapted to be mounted adjacent an outer 
side of the perforated plate, the backing material providing poros- 
ity between the screen and adjacent openings of the perforated 
plate and resisting the screen material from being pulled into 
openings in the perforated plate by a negative pressure on the 
upper side of the plate, so as to prevent marks in the dried leather. 





6,038,786 
HAND DRYER 

Sol Aisenberg, Natick; George Freedman, Wayland, both of 

Mass.; A. Ze'ev Hed, Nashua, N.H., and Richard Pavelle, 

Lexington, Mass., assignors to Excel Dryer Inc., East Long- 

meadow, Mass. 

Filed Apr. 16, 1998, Appl. No. 61,453 
Int. Cl.’ F26B 3/34 


US. Cl. 34—267 49 Claims 
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1. A dryer comprising: 
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a duct having an input opening and an output opening; 

a blower unit disposed in fluid communication with said duct for 
generating an air flow from said output opening of said duct; 

a heater disposed in fluid communication with said duct for 
heating said air flow; 

a modulator for varying the flow rate of said air flow through 
said duct; 
control circuit for energizing said blower and heater in 
response to an actuation signal, and 

a turbulator disposed adjacent said output opening of said duct 
for mixing said air flow. 


6,038,787 
PAINT BRUSH AND ROLLER CLEANING ADAPTER 
Daniel R. Dean, 106 Silver Shoals, Shell Beach, Calif. 93449, 
and Charles R. DeCola, Nipomo, Calif., assignors to Daniel 
R. Dean, Shell Beach, Calif. 
Filed Dec. 24, 1998, Appl. No. 220,646 
Int. Cl.’ F26B 5/08 


US. Cl. 34—312 20 Claims 


1. A painting utensil cleaning adapter comprising: 

a base with a first end and a second end, the base being capable 
of being received by one end of a paint roller, releasably 
securing thereto; 

an attachment means extending from said second end of said 
base, the attachment means including an end that is receivable 
by a means of providing rotary motion; 

at least two substantially longitudinal flexible body extensions 


projecting from said first end of said base, the body exten- 


sions defining an internal cavity there between; and 

a plurality of ring segments connecting said body extensions, 
whereby a handle of a paint brush can be received by said 
internal cavity, the flexible body extensions conforming to the 
shape of the handle and the ring segments releasably securing 
the handle within the cavity and rotated via the attachment 
means by the means for providing rotary motion, thus provid- 
ing centrifugal force to remove debris from the bristles of the 
brush or the paint roller releasably secured to said base. 
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6,038,788 
CHUCK ASSEMBLY WITH A CONTAMINATION 
PREVENTION DEVICE FOR A SEMICONDUCTOR 
WAFER TRANSFER APPARATUS 
Sung-Hun Chang, Suwon, Rep. of Korea, assignor to Samsung 
Electronics Co., Ltd., Suwon, Rep. of Korea 
Filed Jun. 3, 1997, Appl. No. 867,736 
Claims priority, application Rep. of Korea, Jun. 4, 1996, 
96-19736 
Int. Cl.’ F26B 3/00 


U.S. Cl. 34—443 16 Claims 





GAS 
\ v F 
CIRCUIT FOR 
VALVE CONTROL [~90 


1. A wafer transfer apparatus for transferring wafers to and from 
a quartz boat, comprising: 

a pair of wafer retainers for accommodating a group of wafers, 
each wafer retainer comprising a wafer guide having a plural- 
ity of slots formed at regularly-spaced intervals on an inside 
surface of the wafer guide and a guide supporter abutting an 
outside surface of the wafer guide for supporting the wafer 
guide: 

at least one nozzle formed on the wafer guide; 

a gas supply member for supplying gas; and 

a gas delivery member, which is connected between the gas 
supply member and the nozzle, for delivering gas from the 
gas supply member to the nozzle to prevent particles depos- 
ited on the quartz boat from contaminating the wafers which 
are loaded into and retrieved from the quartz boat. 


6,038,789 
METHOD FOR CONTROLLING THE CURL OF PAPER 
AND A PAPER OR BOARD MACHINE LINE THAT 
APPLIES THE METHOD 
Juha Kaihovirta; Pekka Pakarinen, and Matti Luontama, all 
of Jyvaskyla, Finland, assignors to Valmet Corporation, Hel- 
sinki, Finland 
Provisional application No. 60/046,557, May 15, 1997. This 
application May 15, 1998, Appl. No. 79,821. 
Claims priority, application Finland, May 15, 1997, 972080 
Int. Cl.’ F26B ///02; D21F 5/00 
U.S. Cl. 34—448 


1. A method for controlling curl of a paper web dried by passing 
through a dryer section, comprising the steps of: 
at least one of subjecting the web to a last calendering step prior 
to reeling after the web has passed through the dryer section 
and reeling the web to form a reel after the web has passed 
through the dryer section, and 
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affecting the web in order to adjust the curl of the web after the 
web has been subjected to the last calendering step or reeled. 


FLEXIBLE SOLE WITH CUSHIONED BALL AND/OR 
HEEL REGIONS 
Clifford L. Pyle, White Plains, N.Y., and John F. Ludemann, 
Boothbay Harbor, Me., assignors to Nine West Group, Inc., 
White Plains, N.Y. 
Filed Feb. 26, 1998, Appl. No. 31,562 
Int. Cl.’ A43B /3//2;13/18;23/00 


U.S. Cl. 36—30 R 28 Claims 


17. A shoe comprising an upper, and a sole attached to the upper, 
the sole having a ball region adapted to underlie the ball of a foot 
in a shoe, and a heel region adapted to underlie the heel of the foot 
in the shoe, the shoe sole including an insole and an outsole, the 
insole comprising an insole board shaped to underlie the foot in the 
shoe, the insole board being constructed for securely mounting the 
upper on the insole, an opening in the insole board, an insole pad 
made of a cushioning material mounted on the insole board and 
filling the opening thereby to provide flexibility of the insole and 
cushioning of the foot by the insole board, the outsole including a 
ball region adapted to underlie the ball of the foot and a heel region 
adapted to underlie the heel of the foot, the outsole having an 
opening therein for increasing flexibility of the outsole. 


6,038,791 
BUCKLING APPARATUS USING ELONGATED SKATE 
CUFF 

Dirk L. Cornelius, Oakdale, and Gregor Mittersinker, Minne- 

apolis, both of Minn., assignors to Rollerblade, Inc., Minne- 

apolis, Minn. 

Filed Dec. 22, 1997, Appl. No. 995,759 
Int. Cl.’ A43C ///14; A43B 5/04 


US. Cl. 36—115 19 Claims 


1. An in-line skate, comprising: 
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a boot having a front portion and a back portion, and having a 
medial portion and a lateral portion corresponding respec- 
tively to a medial side and a lateral side of a skater’s leg; 

a leg cuff encasing the back, medial and lateral portions of the 
boot and having an end proximate the lateral portion of the 
boot, including a cuff flap originating proximate the medial 
portion of the boot and extending to an end of the cuff flap, 
the cuff flap having sufficient length to traverse the front 
portion of the boot and create an overlap with the leg cuff 
proximate the lateral portion of the boot wherein the overlap 
is created by tucking the end of the cuff flap under the leg cuff 
proximate the lateral portion of the boot; 

a buckle lever coupled to the leg cuff proximate the lateral 
portion of the boot; 

a buckle strap extending between a mounting end mounted to 
the suckle lever and a free end; 

a buckle strap latching mechanism attached to the cuff flap, to 
engage the free end of the buckle strap; 

wherein a portion of the buckle strap opposes an outer surface of 
the leg cuff when the free end of the buckle strap is engaged 
by the buckle strap latching mechanism, the buckle strap 
portion extending from the mounting end of the buckle strap 
to an area of the buckle strap aligned with the leg cuff end 
proximate the lateral portion of the boot; and 

wherein the leg cuff is tightened around the skater’s leg upon 
actuating the buckle lever, thereby moving the buckle strap 
latching mechanism and the cuff flap towards the lateral 
portion of the boot. 





6,038,792 
SOCCER SHOE COVER 
Bradley David Hauter, 433 Harvest Gate Rd., Lith, Ill. 60102 
Filed Jul. 23, 1997, Appl. No. 898,964 
Int. Cl.’ A43B 1//0;3/16;3/18 


US. Cl. 36—133 11 Claims 


1. A soccer shoe cover for covering a soccer shoe having a heel, 
a kicking portion located along an instep sidewall, and a front top 
portion located above the instep sidewall, comprising: 

a thin, elastic membrane formed to stretch over the exterior 
surface of a soccer shoe to cover the front top portion, the 
heel and the kicking portion of the soccer shoe, the elastic 
membrane having an opening for inserting the soccer shoe 
and a kicking surface for covering at least the kicking portion 
and the front top portion, wherein the kicking surface remains 
substantially smooth over the front top portion when the 
elastic membrane is fitted over the soccer shoe and a portion 
of the elastic membrane defining the kicking surface is thicker 
than other portions of the elastic membrane; and 
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a fastener, connected to the elastic membrane, for detachably 
fastening the soccer shoe cover to the soccer shoe. 


6,038,793 
ORTHOTIC SYSTEM 

Michael Kendall, 2731 Loker Ave. West, Carlsbad, Calif. 92008 

Continuation of application No. 08/805,979, Feb. 24, 1997, 

which is a division of application No. 08/486,323, Jun. 6, 
1995, Pat. No. 5,713,143. This application Dec. 1, 1998, Appl. 

No. 203,830. 
Int. Cl.” A43B 7/16 


U.S. Cl. 36—173 6 Claims 





1. An substantially U-shaped orthotic heel cup formed through- 
out of a compression-resistant, deformable material seatable into a 
user’s shoe, having an insole comprising: 

(a) a lateral and medial arm rotatable toward and away from one 

another; 

(b) a bight adapted to engage and surround a user’s heel, which 
bight, together with the arms, defines an accommodative 
aperture through which the heel will rest on the insole; 

wherein the medial arm of the heel cup extends from the bight of 
the heel cup to at least an anterior point which, when in use, is 
approximately perpendicular with an anteriormost point of the 
longitudinal arch of the user’s foot; and, 

wherein further the medial arm of the heel cup has a mid portion 
that is about one to three times thicker than the bight of the 
heel cup. 





6,038,794 
COMBINED BROOM AND RAKE 
Holger Kilander, HC 75, Box 152, Hackensack, Minn. 56542 
Filed Mar. 2, 1998, Appl. No. 33,182 
Int. Cl.’ E01H. 5/02; A47L 13/02 
U.S. Cl. 37—285 20 Claims 
1. Device for removing snow and similar debris from a surface 
comprising, in combination: a scraper element having a lower edge 
for engaging the surface, with the scraping element being planar 
and relatively stiff; and at least a first sweeping element in a 
stacked arrangement with the scraper element and having a lower 
edge for engaging the surface, with the sweeping element being 
relatively flexible, with the sweeping element being pushed 
against, abutting with and being supported by the scraper element 
when pushing and removing the snow from the surface; wherein 
the first sweeping element is planar, with the lower edge of the first 
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sweeping element being parallel to and spaced above the lower 
edge of the scraper element. 


6,038,795 
DREDGER WITH LOCKABLE REAR DOOR 
Pablo Navarro, RR2 Box 6361, Cidra, Puerto Rico 00739 
Filed Apr. 22, 1998, Appl. No. 64,263 
Int. Cl.’ E02F 3/34;3/48;3/52; B61C 3/00; B66B 17/00 
U.S. Cl. 37—341 11 Claims 


1. A dredge device for scooping soil from a riverbed, compris- 
ing: 

A bottom side; 

A top side; 

A left side; 

A right side; 

A front side and a rear side, both of which are opened; 

A door pivotally connected to the rear side; 

Releasable locking means secured to the dredge for holding the 
door in a closed position; 

A pully assembly secured to the top side of the dredge and near 
the rear side; 

The pulley assembly including a bottom plate secured to the top 
side of the dredge; 

A pivot plate pivotally secured to the bottom plate; 

A pulley rotatable secured to the pivot plate; and 

The bottom plate includes a pair of angled portions positioned 
substantially adjacent the pulley, the angled portions acting to 
hold a cable on the pulley when the pivot plate is pivoted 
away from the bottom plate and acting to allow the cable to be 
removed when the pivot plate is pivoted toward the bottom 


PRESSING MACHINE FOR TROUSERS 
Mitsuyuki Uchikoshi, Tokyo, Japan, assignor to Sankousha 
Co., Ltd., Tokyo, Japan 
Filed Sep. 14, 1998, Appl. No. 152,911 
Int. Cl.’ DO6F 71/08 
U.S. Cl. 38—20 2 Claims 
1. A pressing machine for trousers comprising: 
a pressing table for mounting trousers thereon and a support 
including a pressing iron for pressing an upper surface of the 
pressing table, wherein said pressing table is formed by a 


front-side pressing table and rear-side pressing table arranged 
side-by-side with a clearance therebetween for use in arrang- 
ing overlapped portions of the trousers, said pressing iron is 
formed by a front-side pressing iron positionable in alignment 
with the front-side pressing table and a rear-side pressing iron 
positionable in alignment with the rear-side pressing table; 

an operating means for displacing the rear-side pressing table 
and the rear-side pressing iron in a rearward direction from 
the front-side pressing table and the front-side pressing iron 
so as to make taut the trousers during the pressing of the 
trousers, the operating means formed by a first operating 
mechanism provided with an air cylinder for sliding the 
rear-side pressing table in the rearward direction and a second 
operating mechanism provided with an air cylinder for sliding 
the rear-side pressing iron in a rearward direction; 

the support having an upper part provided with the front-side 
pressing iron and the rear-side pressing iron, that is capable of 
being turned in a forward or rearward direction and a turning 
means for turning the upper part in two ways of a large angle 
and a small angle in a forward direction toward the pressing 
table or in a rearward direction away from the pressing table, 
the turning means formed by a pair of air cylinders including 
a pair of rods, the rods having extremity ends connected 
between the air cylinders and the support, wherein when the 
air cylinder of the operating mechanism for the rear-side 
pressing table is positioned in an elongated stroke state, the 
rear-side pressing table is spaced apart from the front-side 
pressing table and can be installed or removed from the 
pressing machine as needed. 


6,038,797 
AUTOMATICALLY DEPLOYABLE, INFORMATION- 
BEARING DISPLAY PANEL 
Michael J. Smith, Orangeburg, N.Y., assignor to Arrow Art 
Finishers, L.L.C., Princeton, N.J. 
Filed Apr. 22, 1998, Appl. No. 64,275 
Int. Cl.” GO9F 3/00 
U.S. Cl. 40—312 10 Claims 

8. A display arrangement for displaying information about items 

being offered to the public, comprising: 

a) a display structure for supporting the items, and including a 
generally box-shaped main body having a top portion, a 
bottom portion, and two side portions as considered in a 
position of use of the display structure, as well as a front 
region facing an observer of the display structure in said use 
position thereof and a back wall remote from said front 
region; 

b) a formation secured to and extending along one of said 
portions of said main body and including 
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i) a front wall situated at said front region, anchored to said 
one portion of said main body, and having a front surface 
carrying information to be brought to the attention of the 
observer, and 

ii) a bracing wall connected to said main body at said back 
wall, and hingedly connected to said front wall, said brac- 
ing wall including two sections and a hinge portion con- 
necting said two sections to one another for folding into 
juxtaposition with one another in response to external 
forces tending to move said front wall and said sections of 
said bracing wall from said deployed condition to a col- 
lapsed condition of said formation; and 

c) means for holding said formation in said collapsed condition 
thereof with a holding action prior to the display structure 
assuming said use position. 


6,038,798 
INTERNAL ROTARY STRUCTURE OF A CRYSTAL BALL 
SEAT 
Jack Liu, No.3, Alley 202, Kao-Fon Rd., Hsin-Chu City, Taiwan 
Filed Nov. 25, 1997, Appl. No. 976,457 
Int. Cl.’ GO9F 19/08 


US. Cl. 40—411 13 Claims 


1. An internal rotary structure of a crystal ball seat, comprising: 

a base plate having an upper and a lower surface thereof and 
having a circular platen formed on said upper surface thereof, 
said base plate having a first hole defamed therein 

a music bell having a base portion and a rolling wheel with a 
driving gear installed on said base portion, said music bell 
being fixed on said platen of said base plate; 

a rotary disk installed about a periphery of said platen of said 
base plate, said rotary disk having gear teeth on an inner rim 
thereof; 

a driving gear installed in said first hole of said base plate, said 
driving gear of said base plate having a positive gear on a side 
thereof, and a crown gear on an upper surface thereof, said 
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crown gear being orthogonal to said driving gear of said 
music bell and engaged therewith; and 

linkage means linking said driving gear of said base plate with 
said gear teeth of said inner rim of said rotary disk, 

whereby rotation of said driving gear of said music bell drives 
said driving gear of said base plate, which drives said linkage 
means, which in turn drives said rotary disk. 





6,038,799 
INDEXING SYSTEM FOR CHANGEABLE SIGNS 
Dale I. Havens, 11101 Devils Lake Hwy., Addison, Mich. 49220, 
and Michael R. Atkinson, 400 CR 705, Jonesboro, Ark. 
72401 
Filed Nov. 24, 1998, Appl. No. 198,706 
Int. Cl.’ F16H 27/08 


U.S. Cl. 40—505 3 Claims 


1. An indexing system for changeable signs comprising, in 
combination, a plurality of transmissions mounted in side-by-side 
relationship, each transmission including first and second sides, a 
drive shaft having an axis of rotation and an angular override 
during ceasing rotation, a shaft input end located on said first side 
of said transmission and a shaft output end located on said second 
side of said transmission, a sign support shaft rotatably mounted on 
each transmission supporting a plurality of sign vanes and having a 
length transverse to the associated drive shaft and having a circular 
gear having teeth, a partial index gear mounted on said drive shaft 
for rotation therewith engaging with said circular gear during each 
rotation of said drive shaft producing a predetermined partial 
rotation of said sign support shaft determined by the number of 
sign vanes mounted on said sign support shaft, said sign vanes 
supported on said sign support shaft each having a selectively 
visible indicia face visible during each partial rotation of said sign 
support shaft, a first coupling mounted on said drive shaft input 
end, a second coupling mounted on said drive shaft output end, 
said first coupling of a given transmission being in driven engage- 
ment with said second coupling of an adjacent transmission and 
said second coupling of said given transmission being in driving 
engagement with said first coupling of the other adjacent transmis- 
sion, and means affixing said first and second couplings mounted 
on a common drive shaft to produce an effective drive shaft 
angular difference of «° between adjacent transmissions wherein 


(360°) : 
360° - ——— - (M x NF.) 
(N.F.) 


NG. 


where N.G. is the number of transmissions used in the changeable 
sign, N.F. is the number of sign vanes mounted on a common sign 
support shaft and M is the angular over ride of said drive shaft 
each time it is stopped. 





6,038,800 
ADVERTISING DISPLAY DEVICE 
Gregg A. Seidel, 873 9th St., Manhattan Beach, Calif. 90266 
Filed Jul. 23, 1999, Appl. No. 359,669 
Int. Cl.’ GO9F /1//8 
U.S. Cl. 40—517 5 Claims 
1. An advertising display device comprising: 
a housing having an internal chamber; 
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a roller rotationally mounted to said housing, said roller being 
located within said internal chamber, said roller having a side 
end; 

a drive socket mounted within said side end, said drive socket 
adapted to engage with a drive pin located exteriorly of said 
housing so said drive pin can be rotated to cause rotation of 
said roller within said housing; 
windup spring located within said internal chamber, said 
windup spring being mounted between said roller and said 
housing; 

a sheet member having an inner end and an outer end, said inner 
end being secured to said roller, said sheet member to contain 
advertising indicia, a pull handle mounted on said outer end, 
whereby said sheet member is to be wound on said roller as 
said roller is rotated with rotation of said roller causing 
compressing of said windup spring which exerts a bias onto 
said roller tending to locate said sheet member in a tightly 
wound position with said pull handle located directly adjacent 
said housing, whereby said pull handle can be manually 
moved away from said housing causing extension of said 
sheet member exteriorly of said housing and upon release of 
said pull handle said bias of said windup spring will cause 
said sheet member to be rewound on said roller; and 

said housing including an end cap, said end cap having a center 


hole, said center hole being in alignment with said drive U 


socket, said drive pin to be extendable through said hole to 
engage said drive socket. 





6,038,801 
STICKER DISPLAY SYSTEM 
Michael J Rutar, 726 N. Ridge Rd. E., Lorain, Ohio 44055 
Filed Apr. 10, 1997, Appl. No. 833,904 
Int. Cl.’ GO9F 21/04 
8 Claims 








1. A vehicle having sticker display system for displaying a 
sticker in a rear window of a vehicle, comprising, in combination: 


GENERAL AND MECHANICAL 


S. Cl. 40—610 


2219 


a vehicle having a rear window, said rear window having an 
inner surface facing an interior of said vehicle, said rear 
window having a curvature; 

a pair of mounting brackets opposedly mounted in spaced rela- 
tion, said mounting brackets being positioned adjacent the 
rear window of the vehicle; 

wherein each of said mounting brackets has a mounting aperture 
extending continuously through said mounting bracket from 
an inner surface to an outer surface of said mounting bracket; 

a mounting means for mounting said mounting brackets to an 
inner surface of said rear window of said vehicle, to a frame- 
work of said rear window, and to said brake light; 

said mounting means comprising an adhesive strip, said mount- 
ing means further comprising a plurality of screw-type fasten- 
ers being insertable through said mounting apertures for 
mounting of said U-shaped members to at least one of said 
framework and said brake light; 

a display member removably retained in said pair of mounting 
brackets, said display member adapted to hold and display the 
sticker, and said display member positioned in said pair of 
mounting brackets such that the sticker is visible through the 
rear window of the vehicle; 

wherein said display member has a top, a bottom, a first end and 
a second end; 

said display member having a display surface intermediate said 
first and said second ends, said intermediate surface adapted 
for attachment of the sticker thereto; and 

wherein said display member is substantially planar and gener- 
ally trapezoidal in shape; 

wherein said first end and said second end converge from said 
bottom of said display member towards said top for generally 
conforming to the curvature of the rear view window so as to 
maximize the size of the intermediate surface positionable 
adjacent the rear window; and 

a length of said display member being defined between said first 
and second ends of said display member, a width of said 
display member being defined between said top and bottom of 
said display member, wherein the width is less than about 
one-quarter the length of the display member. 


6,038,802 
PORTABLE DISPLAY SYSTEM 


John E. Tidwell, 3804 S. View Cir., Knoxville, Tenn. 37920 


Continuation of application No. 08/645,080, May 13, 1996, 


abandoned. This application Oct. 20, 1997, Appl. No. 954,420. 


Int. Cl.’ GO9F 1/5/00 
6 Claims 


1. A display system positionable upon a floor for use with a 


vertical support surface comprising: 


a sheet of material; 

a collapsible frame from which the sheet of material is sus- 
pended in a spread condition for use, the frame including a 
horizontally-disposable section having two opposite ends and 
a pair of leg sections which are connectable to the 
horizontally-disposable section at the opposite ends thereof so 
as to extend generally downwardly therefrom and to provide a 
corner of the frame at each end of the horizontally-disposable 
section; and 
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the sheet of material is attachable to the horizontally-disposable 
section of the frame so that by attaching the sheet of material 
to the horizontally-disposable section, positioning the leg 
sections of the frame upon the floor adjacent the vertical 
support surface and then leaning the horizontally-disposable 
section to a position of rest against the vertical support sur- 
face, the sheet of material which is attached to the 
horizontally-disposable section is suspended therefrom in a 
spread condition adjacent the vertical surface; 

wherein each of the leg sections and the horizontally-disposable 
section of the frame includes a plurality of linear members 
which are releasably connectable to one another in an end-to- 
end arrangement to provide two opposite ends and a common 
elastomeric tensioning cord which joins the linear members of 
the leg sections and the horizontally-disposable section 
together, each of the linear members of the leg sections and 
the horizontally-disposable section has a hollow interior and 
the common elastomeric tensioning cord extends through the 
hollow interiors of the linear members to accommodate the 
pulling apart of connected linear members during disassembly 
of the leg sections and re-arrangement of the linear members 
in a side-by-side relationship for storage and handling; and 
the frame further includes 

two corner brackets for joiing the horizontally-disposable sec- 
tion to the leg sections at the corners of the frame, each corner 
bracket including two recessed portions adapted to accept an 
end of the horizontally-disposable section and end of a corre- 
sponding leg section so that by inserting an end of the 
horizontally-disposable section and an end of a corresponding 
leg section into the recessed portions, the horizontally- 
disposable section and the corresponding leg section are 
joined together and fixedly maintained in an angular relation- 
ship which is slightly greater than about 90°, and wherein the 
recessed portions of each corner bracket are in communica- 
tion with one another to accommodate the free passage there- 
through of the tensioning cord from one recessed portion of 
the corner bracket to the other recessed portion of the corner 
bracket; and 

wherein the common elastromeric tensioning cord extends in 
sequence through the hollow interiors of the linear members 
of one of the leg sections, then through one corner bracket of 
the frame, then through the hollow interiors of the linear 
members of the horizontally-disposable section, then through 
the other corner bracket of the frame, and then through the 
hollow interiors of the linear members of the other of the leg 
sections so that when the frame is assembled, the common 
elastomeric cord urges each end of the horizontally-disposable 
section toward the corresponding end of the leg section 
through a corresponding corner bracket of the frame. 





6,038,803 
APPARATUS FOR DECORATING PICTURE HOLDERS 
WITH SEASONAL OR OTHER DISPLAYS 
Frances Elizabeth Wilkins, P.O. Box 23108, Eugene, Oreg. 
97402 
Filed May 6, 1998, Appl. No. 73,649 
Int. Cl.’ GO9F 7/12; A47G 1/06 


U.S. Cl. 40—773 19 Claims 


1. A decorative picture holder having at least one original picture 
with a decorative display, comprising: 
a) a picture holder having at least one original picture; 
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b) a first sheet of material! having front and rear surfaces; 

c) said front surface of said first sheet of material having a 
decorative display formed thereon, said front surface further 
being opaque so that at least a portion of the original picture 
covered by said first sheet of material cannot be seen through 
said first sheet of material; and, 

d) a template identifying where to cut said first sheet of material 
to fit at least two different size picture holders, said first sheet 
of material being of a sufficient size such that when cut to a 
particular size picture holder using said template a cut seg- 
ment of said first sheet of material forms a single piece which 
overlies completely of the original picture. 


6,038,804 
SCENT DISPENSER 
Gilles Cuerrier, 49 Main St., Chute-A-Blondeau, Ontario, 
Canada, KOB 1B0 
Filed May 12, 1998, Appl. No. 76,479 
Int. Cl.” AO1M 31/06 


US. Cl. 43—1 11 Claims 


1. A scent dispenser for use when hunting comprising: a rigid 
member having a top and bottom, the top of the member shaped to 
fit under the sole of a hunter’s boot; the member having a reservoir 
for carrying liquid scent; an inlet opening in the member for filling 
the reservoir; closure means for the inlet opening; attaching means 
on the member for use in attaching the member to a hunter’s boot; 
an outlet opening from the reservoir in the bottom of the member; 
distributing means leading from said outlet opening downwardly 
and rearwardly for distributing the liquid coming out of the reser- 
voir through the outlet opening onto the ground when the member 
is in use worn on a boot; and ground contacting means projecting 
from the bottom of the member, the ground contacting means 
located on the bottom of the member to protect the distributing 
means. 


6,038,805 
SCENT STEAMER 
Richard D. Smidtke, 304 Tanyard Hollow Rd., Connellsville, 
Pa. 15425 
Provisional application No. 60/052,921, Jul. 19, 1997. This 
application Jul. 16, 1998, Appl. No. 118,137. 
Int. Cl.’ AO1K 29/00 
U.S. Cl. 43—1 8 Claims 

1. A scent steamer assembly for dispensing animal scents com- 

prising: 

a dimensioned upper housing for containment of a vaporization 
means for vaporization of said animal scents to an outside 
environment wherein said upper housing comprises a plurality 
of interconnected, releasable upper sidewall panels adapted to 
fit into an upper housing base means, said upper housing base 
means disposed to transfer heat to said vaporization means, 
said vaporization means containing said animal scent, said 
upper housing constructed in order to create an open top 
allowing for said vaporization of said animal scent outward 
from said open top to said outside environment; 

a dimensioned lower housing in cooperation with said upper 
housing for containment of a heat source disposed to provide 
heat to said vaporization means, wherein said lower housing 
comprises a plurality of interconnected, releasable lower side- 
wall panels adapted to fit into a lower housing base means, 
said lower housing base means functions to support said heat 
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source on an upper surface of said lower housing base means, 
said lower housing base means further cooperates with said 
upper housing base means, whereby said upper housing base 
means comprises a top enclosure member having a centrally 
disposed void permitting upward unrestricted flow of said 
heat from said heat source through said void to said upper 
housing base means. 


6,038,806 
FISH HOOK WITH BAIT HOLDER 
Gregory Maitland, 21 Rowland St., Marblehead, Mass. 01945 
Filed Aug. 19, 1998, Appl. No. 136,777 
Int. Cl.’ AO01K 69/00;83/06;83/00 


US. Cl. 43—4.5 18 Claims 


1. A method for receiving and holding a live bait fish on a fish 
hook with bait holder comprising the steps: 

providing a fish hook comprising: 

a shank having a return bend, a barb at a first end, an eye for 
attaching a line at a second end; 

providing a rod; said rod having a bent portion with a first end 
and a linearly straight portion with a second free end; 

attaching said bent portion of said rod to said shank adjacent 
said first end of said bent portion of said rod; 

disposing said linearly straight portion of said rod in longitudi- 
nally spaced relation from said shank; 

providing first retainer means for receiving the live bait fish 
disposed on said second free end of said rod comprising a 
pointed portion disposed on said second free end of said 
linearly straight portion of said rod; 

providing second retainer means for securing the live bait fish to 
said rod and to said shank disposed on said linearly straight 
portion of said rod comprising at least three barbs disposed on 
a surface of said linearly straight portion facing said shank of 
said fish hook without extending onto said bent portion of said 
rod for engaging and securing the live bait fish to said shank; 
said at least three barbs each having a tip; said tip of said at 
least three barbs each being oriented toward said bent portion 
of said rod away from said eye of said shank and said tip of 
said at least three barbs each being spaced away from said 
shank of said fish hook; 
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allowing said linearly straight portion of said rod and said shank 
define a gap therebetween of at least 2 inch (0.40 cm) and 
each said tip of said at least three barbs of said linearly 
straight portion of said rod and said shank of said fish hook 
define a space therebetween of at least 32 inch (0.08 cm) for 
receiving the live bait fish insertable thereon; each of said at 
least three barbs, for holding the live bait fish, having a length 
being equivalent to the difference between said gap and said 
space; said linearly straight portion of said rod being shorter 
than said shank of said fish hook such that said second free 
end of said rod extends toward said eye formed in said shank 
of said fish hook terminating ahead of said eye thereby 
leaving said eye unimpeded by said linearly straight portion 
of said rod to allow the line to be conveniently attachable to 
said eye and to facilitate the live bait fish being insertable on 
said rod; 

said rod cooperating with said shank for holding the live bait 
fish therebetween; 

providing a live bait fish; 

inserting said first retainer means for receiving the live bait fish 
under the skin into the tissue of the live bait fish disposed in 
said gap without causing serious injury to the live bait fish; 
and 

engaging and securing the live bait fish to said shank using said 
second retainer means. 


UNDERWATER FISHING LINE CUTTER 


Michael A. Taylor, R.R. 2, Box 198, Council Bluffs, lowa 51503 


Filed Jun. 28, 1994, Appl. No. 267,823 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ AO1K 97/00 
4 Claims 
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1. An underwater fishing line cutter comprising: 

a housing having a forward end and a rearward end, said 
housing having a slot therein for receiving a fishline to be cut; 

said slot extending into said housing along one side thereof and 
extending from said forward end of said housing to said 
rearward end thereof; 

said housing being hollow and having a cutting chamber therein, 
the cutting chamber having a wall; 

a cutter carrier in said chamber; 

said housing having a forward structure through which a for- 
ward section of said slot extends, 

said housing having a rearward structure through which a rear- 
ward section of said slot extends; 

said chamber being located between said forward and rearward 
structures; 

said slot having a forward section extending through said for- 
ward structure and a rearward section extending through said 
rearward structure, there being a forward line support point in 
said forward section of said forward structure and a rearward 
line support point in said rearward section of said rearward 
structure, whereby a fishline to be cut can extend between 
said points and will be supported by said forward structure 
and by said rearward structure; 

a cutter mounted on a carrier and having a cutting edge protrud- 
ing from said carrier whereby, when said carrier is caused to 
move in a cutting direction, said edge will pass across a 
straight position-line between said forward and rearward sup- 
port points, said straight position-line being normally the 
position of a fishline; 
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said rearward structure having a passage therethrough having an 
entrance point and an exit point, said entrance and exit points 
being rearwardly and forwardly of each other respectively; 

a control means comprising a flexible control line and a stiff 
connectors, said stiff connector being disposed forwardly of 
said control line; 

said stiff connector being connected to said carrier in a manner 
such that when said control line is pulled rearwardly said 
cutting edge will move across said straight position-line for 
engaging a fishline on said position-line; 

a spring assembly mounted on said housing and intercorrelated 
between said stiff connector and said housing in a manner 
such that whenever said control line is not under tension said 
spring and said stiff connector will cause said carrier to be 
urged into a position which keeps the said cutting edge in a 
starting position out of contact with a line to be cut by 
keeping said edge away from said position-line. 





6,038,808 
HOOK REMOVER 
Stevie J. Bergeron, and Carey L. Bergeron, both of 323 Haw- 
thorne Dr., Houma, La. 70360 
Substitute for application No. 08/832,111, Apr. 3, 1997, aban- 
doned. This application Dec. 3, 1998, Appl. No. 204,316. 
Int. Cl.’ A01K 97/00 


US. Cl. 43—53.5 2 Claims 


1. A fishing hook remover comprising: 

an elongated hollow outer casing having a longitudinal axis, and 
a front end and a rear end and an outer scale with length 
measurements units thereon, 

an elongated flat bar inner scale mounted in said outer casing, 

said inner scale being movable within said outer casing in the 
direction of the outer casing’s length, and capable of extend- 
ing from the casing’s front end, 

said inner scale having units representing additive length mea- 
surements to those on the outer casing measurements, 

said inner scale having a weight indicating scale to indicate the 
weight of a fish hung on the inner scale when the outer casing 
is in a vertically disposed position, 

biasing means associated with said inner scale and mounted 
within said outer casing to bias the inner scale towards the 
outer casing’s rear end, 

means for preventing said inner scale from being completely 
removed from said outer casing, and 

a fishing hook remover with an opened V-shaped notch mounted 
on the rear end of said outer casing and adapted to remove 
fishing hooks from a fish. 





6,038,809 
BODY GRIPPING TRAP SETTING SYSTEM 
Frank J. Dittrick, Box 543, Big River, Sask, Canada, SOJ 0E0 
Continuation-in-part of application No. 08/736,123, Oct. 24, 
1996, abandoned. This application Nov. 3, 1998, Appl. No. 
184,891. 
Int. Cl.” AOIM 23/28 
U.S. Cl. 43—97 4 Claims 
1. A body gripping trap system comprising: 
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a base member for placement thereon of a foot of a leg of a user 
for stabilizing said base member, said base member being 
elongate and having two opposite lengthwise sides and oppo- 
site first and second ends, said sides being positioned substan- 
tially parallel with respect to each other; 

an elongated tube secured orthogonally at said first end of said 
base member; 

said elongated tube including a vertical slot; and 

a spring compressing means for compressing a spring of a body 
gripping trap, said spring compression means being slidably 
moveable in said elongated tube and projecting through said 
slot to engage an upper ring and a lower ring of said body 
gripping trap; 

wherein said spring compressing means includes 
a shaft slidably projecting within said elongated tube, said 

shaft of said spring compressing means being hollow and 
the lower hook being secured within a pair of diametrically 
opposed bores formed therein, 

a handle secured to the end of said shaft opposite of said 
elongated tube, 

a top hook secured orthogonally to the upper portion of said 
elongated tube and projecting through said vertical slot for 
removably engaging said upper ring of said body gripping 
trap, and 

a lower hook secured orthogonally to the lower portion of said 
shaft and slidably projecting through said vertical slot for 
removably engaging said lower ring of said body gripping 
trap such that pulling upward upon said handle forces said 
lower ring closer to said upper ring to thereby compress 
said spring; and 

wherein the vertical slot in said elongated tube is directed 
toward the first end of said base member and away from the 
second end of said base member such that said hooks extend 
in a direction opposite from that in which the base member 
extends and said elongated tube is positioned between said 
body gripping trap engaged by said top and lower hooks and 
the leg and foot of the user to protect the leg from said body 
gripping trap and any unintentional slippage of said body 


gripping trap. 





6,038,810 
PLANT ENCLOSURE FOR OUTDOOR USE 

John Joseph Kocsis, Jr., P.O. Box 820, Beamsville, Ontario, 

Canada, LOR 1B0 

Filed Feb. 10, 1997, Appl. No. 796,441 
Int. Cl.’ A01G 13/02 

U.S. Cl. 47—21 12 Claims 

1. A plant enclosure or outdoor use, comprising a hollow body 
having a sidewall with upper and lower rims and open upper and 
lower ends, with a removable lid engageable to said upper end, at 
least one ventilation and drainage opening extending through sinu- 
soidal configuration that defines and an array of root growth 
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(a) an elongate tubular member having a open upper end, a 
closed lower end and a sidewall which extends continuously 
openings extending enclosure at said lower rim to permit a plant from said open upper end to said closed lower end; 
root to grow here through. (b) a base support mounted in said tubular member at said 
closed lower end having a lower mounting aperture which is 
centrally located in said lower end; 

(c) a vertically disposed support rod which fits snugly within 

6.038.811 said lower mounting aperture for non-rotatably mounting to 
sialic said elongate tubular member and which extends upwardly 
LAWN EDGING wee * METHOD FOR EDGING into said upper end of said elongate tubular member; 
: (d) an upper support having a support ring, an upper mountin 

oe Conway, 112 Rock Creek, Pittsford, N.Y. aperture which is madi ten within said mea ring for 
: receiving said support rod, and a plurality of brace members 
Filed Jul. 21, 1998, Appl. No. 119,908 angularly spaced around said ot mounting aperture which 
Int. Cl." AIG 1/08 y extend radially outwardly from said upper mounting aperture 

U.S. Cl. 47—33 20 Claims to said support ring and define passages therebetween; 

(e) an electric motor non-rotatably mounted to an upper end of 
said support rod having a rotary motor shaft which extends 
above said electric motor; 

(f) a power supply for powering said electric motor; 


(g) a thin mounting wire having a first end connected to said 
motor shaft of said electric motor and a said second end 
extending upwardly above said elongate tubular member; and 

(i) a decorative object mounted to said second end of said wire. 


Wo 
6,038,813 


METHOD AND APPARATUS FOR CONTROLLING ROOT 

1. A modular lawn edging system comprising GROWTH 
a plurality of unconnected lawn edging devices, each device Richard L. Moore, Fairhope, Ala.; Michael G. Robson, Kissim- 

having mee, Fla.; Warren E. Lockeby, Jr., Orlando, Fla., and Billy 
a first portion having a first portion length; and E. Kaylor, Leesburg, Fla., assignors to The Lerio Corpora- 
a second portion attached substantially perpendicularly to the tion, Mobile, Ala. 

first portion, wherein the second portion has a unitary central Filed Feb. 20, 1997, Appl. No. 803,084 

section having a length equal to the first portion length, the Int. Cl.’ A01G 23/04 

central section attached entirely along its length to the first U.S. Cl. 47—75 

portion, the second portion further having a first end area and 

a second end area separated by the central section; 
wherein the first portion is adapted for both insertion into the 

ground and for lying flush against an above-ground vertical 

surface, and the second portion is adapted to lie flush against 

the ground; and, 
wherein the first end area of one device may overlap the second 

end area of an adjacent device. 


6,038,812 
VASE WITH SUPPORT FOR DISPLAY 

Paul Belokin; Martin P. Belokin, both of 7801 I-35 North, 

Denton, Tex. 76202; Norman P. Belokin, 1606 Oak Ridge Dr., 

Corinth, Tex. 76205, and Linda C. Baxter, 7801-35 North, 

Denton, Tex. 76202 1. A container assembly comprising: 

Filed Sep. 21, 1998, Appl. No. 157,442 a first container including at least one side wall having a top end 
Int. Cl.” A01G 5/00; A63H /3/20;1/00; B65D 83/00; A61L 9/04 and a bottom end, a bottom wall coupled to said bottom end 
U.S. Cl. 47—41.01 12 Ciaims of said at least one side wall, said first container having at 
11. An active display comprising: least one overflow drain opening spaced from said bottom 
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wall to form a water reservoir and limit a depth of said 
reservoir in said first container; 

a second container for supporting a live plant having at least one 
side wall and a bottom wall coupled to said at least one side 
wall, said second container having at least one drain opening, 
said second container being dimensioned to be received in 
said first container; and 

at least one support member for supporting said second con- 
tainer at or above a water level of said water reservoir in said 
first container, wherein said at least one support member is at 
least one raised bottom portion extending from said bottom 
wall of said first container toward said top end, and wherein 
said overflow drain opening is disposed in said at least one 
raised bottom portion; 

wherein said water reservoir has a depth, and said overflow 
drain opening on said first container and said drain opening in 
said second container are spaced apart a sufficient distance to 
inhibit root growth from said second container through said 
overflow drain opening of said first container. 





6,038,814 
POTTED PLANT CONTAINER PROVIDED WITH MEANS 
FOR THE SELF-REGULATED ADMINISTRATION OF 
LIQUID 
Sergio Miotto, Vicolo Raffaello Sanzio, 17-31055 Quinto di 
Treviso-Treviso, Italy 
Filed Mar. 19, 1998, Appl. No. 44,678 
Claims priority, application Italy, Mar. 19, 1997, TV97A0029 
Int. Cl.” A01G 25/00 
U.S. Cl. 47—79 








7. A potted plant container comprising 

an upper portion and a lower portion, said upper portion being 
separated from said lower portion by a porous separator disc, 
said upper portion being adapted to contain soil for a plant 
and the lower portion containing a separate container for 
housing water therein, and 

at least one porous, hollow tube extending through said porous 
separator disc from the lower portion to the upper portion for 
carrying water from the lower portion to the upper portion, 
said porous, hollow tube also providing a means for introduc- 
ing water into said lower portion. 


6,038,815 
GATE MOVEMENT DRIVE 

Michelangelo Manini, Bologna, Italy, assignor to FAAC S.p.A., 

Italy 

Filed Jan. 27, 1998, Appl. No. 14,390 
Claims priority, application Italy, Jan. 29, 1997, M1970051 U 
Int. Cl.’ EOSF 15/20 

U.S. Cl. 49—31 5 Claims 

1. A gate movement drive comprising a motor unit disposed to 
be connected to a gate which is pivotal about a rotation axis 
relative to a stationary fixture, a sensor device for detection of an 
angle which is a function of the gate position about said rotation 
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axis with respect to the motor unit, said unit comprising a linear 
movement actuator having its opposite ends pivoted about a pair of 
supports designed for fastening of the actuator between said sta- 
tionary fixture and said gate, and said sensor device being inter- 
posed between the actuator and one of the supports for detection of 
the angle of rotation between the actuator and the one support, the 
sensor device comprising a rotation sensor housed in a container 
from which projects a shaft for effecting rotation of the sensor, and 
with the shaft having means of connection to a rotatable pin which 
rotates through an angle which is a function of the position of the 
gate, said sensor device including taps projecting from the con- 
tainer to interfere with a rotatable support part of the rotatable pin 
and making the container non-rotating with respect to said support 
part. 


6,038,816 
BLINDER 
Sun-Eun Park, Daegoo, Rep. of Korea, assignor to Hansung 
Special Glass Co., Ltd., Kyungsangbuk-do, Rep. of Korea 
Filed Jul. 12, 1999, Appl. No. 351,470 
Claims priority, application Rep. of Korea, Jun. 7, 1999, 
99-10011 U 
Int. Cl.’ E06B 7/086 


U.S. Cl. 49—86.1 6 Claims 


1. A blinder comprising: 

main frames spaced apart from each other with a predetermined 
distance, each of the main frames having an internal empty 
space; 

support frames perpendicularly interposed between the main 
frames to support the main frames; 

a plurality of shutting members arranged parallel to each other 
between the main frames inside the support frames; 

a motor fixed to each of the main frames, the motor being placed 
within the internal empty space of the main frame: 

a driving shaft movably connected to the motor, the driving shaft 
being placed within the internal empty space of the main 
frame; 
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a plurality of rotating members fixed to each of the driving 
shafts to rotate upon receipt of a rotational power from the 
motors via the driving shafts, each of the rotating members 
having holes; and 

a pulling member held between each of the opposite rotating 
members to keep each of the shutting members at its proper 
place, the pulling member being partially wound around the 
opposite rotating members in such a tight manner as to move 
with the rotation of the rotating member to thereby control an 
opening or closing operation of the shutting member. 





6,038,817 
BOWDEN TUBE WINDOW WINDER WITH 
COMPENSATION FOR CABLE LENGTH 
Georg Scheck, Weitraumsdorf; Uwe Klippert, Oberaula, and 
Carsten Brandt, Weidach, all of Germany, assignors to Brose 
Fahrzeugteile GmbH & Co. KG, Coburg, Coburg, Germany 
PCT No. PCT/DE96/02329, § 371 Date May 14, 1998, § 102(e) 
Date May 14, 1998, PCT Pub. No. WO97/20126, PCT Pub. 
Date Jun. 5, 1997 
PCT Filed Nov. 28, 1996, Appl. No. 68,713 
Claims priority, application Germany, Nov. 30, 1995, 195 44 
630 
Int. Cl.’ EOSF ///48 


U.S. Cl. 49—352 19 Claims 





1. A Bowden tube window regulator, adapted to receive a pair of 
Bowden tubes, and having a cable with a closed cable loop, which 
is to be guided over at least two guide pieces mounted along a 
displacement path of a window pane and is wound up on a cable 
drum coupled to a drive unit, wherein a cable section of the cable 
guided between the guide pieces is adapted to support an entrain- 
ment member associated with the window pane, the regulator 
comprising: 

a spring-loaded cable length compensating device, the device 
having a base member comprising a pair of cable sleeves, 
each of which being adapted to support a load from an end of 
a respective one of the pair of Bowden tubes; 

a locking element associated with both cable sleeves and 
coupled to the base member; and 

the locking element being biased to move in a direction to 
compensate for cable slack when both cable sleeves are 
substantially unloaded by the Bowden tubes and adapted to 
move at least one of the cable sleeves and its respective 
Bowden tube into engagement; 

wherein each cable sleeve is displaceable from a set position 
relative to the locking element to a displaced position relative 
to the locking element to compensate for cable slack when the 
locking element is moved in said direction and is prevented 
from resetting from the displaced position to the set position 
by the locking element, and 
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wherein the locking element is biased to move in a direction 
to cause at least one of the cable sleeves to move from the 
set position to the displaced position only when both cable 
sleeves are substantially unloaded by the Bowden tubes. 


6,038,818 
ACTUATOR ASSEMBLY FOR A POWERED SLIDING 
DOOR SYSTEM 
Ronald Helmut Haag, Clarkston; Brian Norman Orr, Chester- 
field, and John Ion Moceanu, Sterling Heights, all of Mich., 
assignors to General Motors Corporation, Detroit, Mich. 
Filed Apr. 30, 1999, Appl. No. 302,711 
Int. Cl.’ EO5F ///00 


US. Cl. 49—360 20 Claims 


1. An actuator assembly for a powered sliding door system for 
an automotive vehicle comprising: 

a housing having a cavity; 

a first cable reel and a second cable reel disposed in said cavity, 
said first cable reel being operatively connected to one end of 
a cable and said second cable reel being operatively con- 
nected to another end of the cable; 
transmission assembly being disposed in said cavity and 
operatively connected to either one of said first cable reel and 
said second cable reel; 

a motor operatively connected to said transmission assembly for 
rotating said first cable reel and said second cable reel; and 

a motor bracket operatively connected to said transmission 
assembly and enclosing said motor, said housing and said 
motor bracket being adjustable relative to each other to form 
either one of a right-hand assembly, left-hand assembly or 
intermediate assembly for a right-hand and left-hand sliding 
door of the powered sliding door system. 





6,038,819 
POWERED DRIVE ASSEMBLY 

George W. Klein, Dearborn Heights, Mich., assignor te ASC 

Incorporated, Southgate, Hl. 

Filed Aug. 5, 1997, Appl. No. 906,139 
Int. Cl.’ EOSF 11/34 

U.S. Cl. 49—362 26 Claims 

1. A drive assembly for positioning a slidable member within in 
a frame, the drive assembly comprising: 

a motor assembly; 

a drive housing having a longitudinal bore formed therethrough, 
said drive housing securable to the frame such that said 
longitudinal bore is substantially parallel to a direction of 
movement of the slidable member; 

a drive cable having a first end rotatably coupled to said motor 
assembly and extending therefrom and a drive portion dis- 
posed within said longitudinal bore and supported for rotation 
in said drive housing; 
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a coupling bracket having a first portion securable to the slidable 
member and a second portion engaging said drive portion of 
said drive cable; and 

a drive interface having a helical surface formed on one of said 
drive portion and said second portion and a protuberance 
formed on another of said drive portion and said second 
portion, said protuberance engaging said helical surface such 
that rotation of said motor assembly rotates said drive portion 
within said longitudinal bore and axially drives said coupling 
bracket along said housing in said direction of movement. 





6,038,820 
CABLE AND PANEL FABRIC 
John Rainbolt, 24985 Soquel San Jose Rd., Los Gatos, Calif. 
95033, assignor to John Rainbolt, Los Gatos, Calif. 
Filed Jul. 8, 1999, Appl. No. 349,578 
Int. Cl.’ E04D ///00 


US. Cl. 52—83 13 Claims 


1. A fabric suitable for covering a structure of any shape, said 
fabric woven to allow the passage of light and air, said fabric 
comprising: 

a plurality of sets of cables, wherein each set of cables includes 

a first cable, a second cable, and a third cable; 
a plurality of panels, wherein each panel has a first coupling 
mechanism located at a first attachment point, a second cou- 
pling mechanism located at a second attachment point, a third 
coupling mechanism located at a third attachment point, and a 
fourth coupling mechanism located at a fourth attachment 
point; 
each said panel spans two adjacent said sets of cables such that 
said first coupling mechanism engages said first cable of a set 
of cables and 

said second coupling mechanism engages said second cable in 
said same set of cables, and 

said third coupling mechanism engages said third cable of 
said adjacent set of cables and said fourth coupling mecha- 
nism engages said second cable of said adjacent set of 
cables; and 
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said panels are arranged in a plurality of rows, such that said 
second cable in each said set of cables alternately engages 
said second coupling mechanism of one panel in said row and 
said fourth coupling mechanism of an adjacent panel within 
said same row. 


6,038,821 
VARIABLE WIDTH SILL SUPPORT 
John A. Larson, Parkland, Fla.; Thomas J. Gretz, Clarks 
Summit, and John Ofcharsky, Olyphant, both of Pa., assign- 
ors to Plastic Components, Inc., Miami, Fla. 
Filed Oct. 30, 1998, Appl. No. 183,369 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ E04D 13/00 


U.S. Cl. 52—97 4 Claims 


1. A sill support system comprising: 
A) left and right end dam sections that are mirror images of each 


other and each comprise: 

1) a base having an upper and a lower surface, a front and a 
rear longitudinal edge and a left and a right extremity, 

2) an upright end flange extending upward at a generally right 
angle from the base at one of the left or right hand extremi- 
ties of each of the left and right hand end dams, 

3) longitudinal grooves in the base upper surface; and 

B) a center connecting member comprising: 

1) a base having an upper and a lower surface and a front and 
a rear longitudinal edge; 

2) longitudinal ridges in the center connecting member base 
lower surface that engage the longitudinal grooves in the 
left and right end dam base upper surfaces upon overlap of 
the center connecting member base with the left and right 
end dam bases; 

3) upstanding and downstanding flanges that extend along the 
length of the rear longitudinal edge of the center connecting 
member. 





6,038,822 
OCTAGONAL SHAPED CONCRETE BLOCK 
Clyde James Keys, 876 Ranch Rd., Tarpon Springs, Fla. 34689 
Filed Feb. 3, 1998, Appl. No. 18,237 
Int. Cl.’ E04B 1/04 
U.S. Cl. 52—100 9 Claims 

1. An octagonal building block, comprising in combination: 

first through eighth external side portions respectively connected 
end-to-end to define an octagonal shape with respective first 
through eighth corners; 

a transverse chord portion extending from said first corner to 
said fourth corner; 

a perpendicular segment portion extending perpendicularly from 
said transverse chord portion to said third corner defining a 
right angled cutout; 

an angled segment portion extending from said second corner to 
said transverse chord portion defining a triangle cutout; and 
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b) a flange member extending from the other one of said 
sleeve member and said pier frame, said flange member 
including a through hole configured to accept the cross 
section of said threaded screw member; and 

c) a pair of threaded nuts threadably attached along the length 
of said elongate threaded screw member, said pair of 
threaded nuts configured to capture said flange member 
such that movement of said flange member in either direc- 
tion along the length of said screw member is restricted 


6,038,824 
a middle cutout defined by said triangle cutout, said right angle NONCOMBUSTIBLE TRANSPORTABLE BUILDING 
cutout and said transverse cord portion. William T. Hamrick, Sr., 525 Bates Rd., Haines City, Fla. 33844 
Filed Mar. 17, 1998, Appl. No. 42,748 
Int. Cl.’ E04B //34 
U.S. Cl. 52—143 8 Claims 
6,038,823 
ADJUSTABLE PIER RAILROAD HOUSE ASSEMBLY 
HAVING DUAL ADJUSTMENT CAPABILITIES 
Michael B. Gallimore, Douglasville, and Donald Gibson, 
Newnan, both of Ga., assignors to Serrmi Products, Inc., 
Atlanta, Ga. 
Provisional application No. 60/070,631, Jan. 7, 1998. This 
application Feb. 5, 1998, Appl. No. 19,370. 
Int. Cl.’ E02D 27/32 
U.S. Cl. 52—126.1 14 Claims 


PIER ASSEMBLY PIER 
0 30 
bd rail SLEEVE 
PIER INITIAL oY 
ADJUSTMENT } PIER ADUSTMENT 
BOLT 36 BOLT HEAD 
NON-ADJUSTING ad 
UT NON-ADJUSTING 
46 T 


FINE ADJUSTMENT 


= 1. A noncombustible transportable modular building, capable of 


being lifted and moved by a lifting means, comprising; 


kK; 


Pept tined (a) a floor structure having a floor frame including a plurality of 
ee steel floor frame members welded together to form a substan- 
tially rectangular floor frame, and a layer of concrete disposed 


PIER e . ° ° 
3 within said floor flame members and secured therein; 


enitpnes, (b) a plurality of walls including a plurality of wall frames 
i mounted to the floor structure extending vertically therefrom, 
and a roof including a roof frame secured to the wall frames, 
said wall frames and said roof frame having a plurality of 
steel stud members spaced apart along said respective roof 
frame and said wall frames, and insulation means secured 
between consecutive wall studs along the wall frames and the 


1. An adjustable pier assembly for use with a railroad control 
house situated atop a supporting surface, said railroad control 
house having a frame, said adjustable pier assembly configured to 
support at least part of the weight of said railroad control house 
above said supporting surface, said adjustable pier assembly com- 
prising: roof frame; 

a pier member for contact with said supporting surface, such that —(c) a first layer of cement applied to each of the wall frames and 

said pier member is at least partially supported by said sup- the roof frame along an exterior surface of the wall frame, 
porting surface; roof frames and insulation, and a second layer of cement 


a sleeve member; scpitied tem teal Face of said wall frames. the roof 
an initial height adjuster intermediate said pier member and said Pia wen ee eee a ee ee 
sleeve member for providing adjustable support of said sleeve frames and the insulation, ; 
member by said pier member; (d) means, fastened to said wall frames, roof frame and insula- 


a pier frame configured to be rigidly attached relative to said tion, along the interior surface and exterior surface thereof, 
frame of said railroad control house; and for securing said first and second cement layer to said build- 
a secondary height adjuster intermediate said pier frame and said ing; and 
sleeve, said secondary height adjuster configured to provide (e) means, having a bottom end mounted to the floor flame and 
adjustable support of at least a portion of the weight of said lilies a a vetted Cbiiien anh 6 tn onl 
railroad control house, said secondary height adjuster itself cay ase vey a °* 
extending through the roof of the building above an exterior 


comprising: ‘ , de ; sn 
a) an elongate threaded screw member attached to one of said surface of the roof of the building, for providing attachment 


sleeve member and said pier frame; for lifting said building. 
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6,038,825 

INSULATED GLASS WINDOW SPACER AND METHOD 

FOR MAKING WINDOW SPACER 

Ashok Shah, Naperville; Rick Blum, Bolingbrook, and Gary 

Dickinson, River Grove, all of Ill., assignors to The Lock- 
former Company, Lisle, Ill. 

Filed Feb. 21, 1996, Appl. No. 604,372 

Int. Cl.’ E06B 7//2; E04C 2/38 


U.S. Cl. 52—172 9 Claims 








1. An elongate metallic spacer stock member to be folded into an 
insulated glass unit spacer comprised of a single continuous metal 
member; the metal member having a continuous bottom surface 
along substantially the full length of the metal member, opposed 
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(a) a base layer of shingle having a butt zone and a tab zone, 
upper and lower and side edges and top and bottom surfaces, 
with bituminous coated web between the surfaces, and with 
granules applied to the top surface thereof; 

(b) a secondary layer of shingle having a butt zone and tab zone, 
upper and lower and side edges and top and bottom surfaces, 
with bituminous coated web between the surfaces and with 
granules ‘applied to the top surface thereof; 

(c) means laminating said layers together, with granules of the 
base layer sandwiched between laminated layers, with the butt 
zone of the base layer disposed against the bottom surface of 
the tab zone of the secondary layer and with the tab zone of 
the base layer disposed against the bottom surface of the butt 
zone of the secondary layer; and 

(d) with shingles in the package having bottom surfaces of base 
layers of shingles disposed against top surfaces of secondary 
layers of shingles, and with means wrapping the shingles 
together. 


6,038,827 
TRILAMINATE ROOFING SHINGLE 


parallel sidewalls extending perpendicularly from the bottom sur- prederick W. Sieling, Bound Brook, N.J., assignor to Building 


face and extending along substantially the full length of the metal 
member, the sidewalls having notches therein that extend the full 
height of the sidewall from an upper edge thereof downwardly to 
the bottom surface, the sidewall notches being disposed at, and 


defining, corner regions of the spacer when the spacer stock is U.S. Cl. 52—557 


folded, the sidewall notches being further defined in pairs whereby 
each sidewall defines substantially identical sidewall notches, inner 
wall members in parallel spaced-apart relationship to the bottom 
surface and extending substantially along the entire length of the 
metal member, the inner wall members being continuous along at 
least the corner regions thereby defining bridge members in the 
corner regions adjacent the sidewall notches whereby both the 
bottom surface and the spaced-apart inner wall members define 
continuous points of interconnection throughout the corner region 
whereby additional corner structural integrity will result. 





6,038,826 
STACK AND PACKAGE OF LAMINATED SHINGLES 
Kermit E. Stahl, North Wales; Michael J. Noone, Wayne, and 
Joseph Quaranta, Yardley, all of Pa., assignors to Certain- 
Teed Corporation, Valley Forge, Pa. 
Filed May 29, 1998, Appl. No. 87,572 
Int. Cl.’ B32B ///00 


US. Cl. 52—554 14 Claims 


1. A package of multi-layer shingles, each shingle comprising: 


Materials Corporation of America, Wayne, N.J. 
Filed Dec. 2, 1998, Appl. No. 203,971 
Int. Cl.’ E04D 1/26 
18 Claims 


Y 


AV mY SOT 


1. A trilaminated shingle comprising: 

(a) an anterior layer consisting essentially of a rectangular, 
granular surfaced shingle sheet having an undivided headlap 
portion and a butt portion comprising a plurality of tabs of a 
given average breadth separated by spaces approximately 0.50 
to 1.25 the breadth of one of said tab; 

(b) a middle layer consisting essentially of a longitudinally 
coextensive rectangular, granular surfaced shingle sheet of an 
overall width up to equal the width of the anterior layer, 
having the same number of tabs as those of (a), said tabs of 
(b) larger in breadth and/or height with respect to the tabs of 
(a) but narrower than the spaces between the tabs of (a), said 
middle layer being attached to the undersurface of said ante- 
rior layer in a manner such that the tabs of (b) are positioned 
under the tabs of (a) and extend from a side and/or bottom 
edge of tab (a) when assembled and partially fill the side 
spaces between the tabs of (a) and 

(c) a posterior layer of an undivided, longitudinally coextensive 
rectangular strip exposable through and completely filling 
lateral spaces between said mated tabs of (a) and (b) and 
having granules on its surface in at least its exposed areas, 
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said strip having a width greater than the height of the tabs of 
(b) and being mounted on the undersurface of (b) or (a) and 
(b). 


6,038,828 
WALL MODULE SYSTEM 
Bo Backman, Skelleftea, Sweden, assignor to Alimak AB, Skel- 
leftea, Sweden 
PCT No. PCT/SE96/01591, § 371 Date May 26, 1998, § 102(e) 
Date May 26, 1998, PCT Pub. No. WO97/21008, PCT Pub. 
Date Jun. 12, 1997 
PCT Filed Dec. 3, 1996, Appl. No. 77,197 
Claims priority, application Sweden, Dec. 4, 1995, 9504350 
Int. Cl.’ E04B 2/00 


U.S. Cl. 52—588.1 20 Claims 

















1. A wall module joinable with other similar modules to form a 
wall, comprising: 

a first connecting portion; 

a second connecting portion spaced from said first portion; 

an intermediate portion connecting said first and second portions 
together; 

said first connecting portion comprising an outwardly extending 
non-symmetrical tongue having a tip at a first end thereof and 
an abutment adjacent a second end thereof, and a convex 
arcuate surface extending between said first and second ends; 

said second connecting portion comprising an extension having 
a groove formed therein, said groove having a shape comple- 
mentary to said tongue including a blind first end cooperable 
with said tip of a cooperating module, an abutment surface 
formed by said extension adjacent an open second end of said 
groove opposite said first end and cooperable with said tongue 
abutment of a cooperating module, and an arcuate portion 
between said first and second ends of said groove and coop- 
erable with said convex arcuate portion of a cooperating 
module, an imaginary plane bisecting said blind end making 
an angle with respect to an imaginary plane bisecting said 
open end; and 

said first and second connecting portions being dimensioned and 
constructed so that said tongue of said module may be 
inserted into a said groove of a cooperating module and 
rotated with respect thereto so that said tongue tip engages the 
cooperating module groove blind end, and said convex arcu- 
ate potion engages the cooperating module grooves arcuate 
portion, and said tongue abutment abuts the cooperating mod- 
ule extension abutment surface, so that said module is releas- 
ably locked in place with the cooperating module. 
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6,038,829 
ADAPTABLE SAFETY RAIL SYSTEM FOR FLAT ROOFS 
AND PARAPETS 
Bert Franks, 3296 14th Avenue, Castlegar, B.C., Canada, VIN 
4J2 
Filed Jun. 9, 1997, Appl. No. 871,770 
Int. Cl.’ E04H 17/20; B21F 27/00 


U.S. Cl. 52—645 20 Claims 





1. An adaptable safety rail system for flat roofs and parapets, 
comprising: 

a) a post support and security junction piece having a pair of 
opposing stabilizer bars in one plane, a third stabilizer bar 
joined substantially perpendicular to the opposing stabilizer 
bars in the same plane, an extension bar joined to the three 
stabilizer bars substantially perpendicular to the opposing 
stabilizer bars in the same plane and aligned with the third 
stabilizer bar, and a protruding bar extending substantially 
perpendicular from the said plane, the opposing stabilizer bars 
having holes therein adapted to receive a shaft of a lag bolt 
whereby the post support and security junction piece can be 
bolted securely to a roof, wall or other elevated surface; 

b) a first clamp means mountable on the extension bar and a 
second, cooperating clamp means mountable on the third 
stabilizer bar, whereby the junction piece can be clamped onto 
a parapet; 

c) an upright post adapted to fit into one of the bars after the 
junction piece is bolted to a roof or to a wall abutting the edge 
of a roof, or is clamped to a parapet by the clamping means, 
the upright post having at least one bracket, adapted to hold 
one or two rail members; 

d) post securing means for retaining the upright post in one of 
the bars; 

e) rail securing means for retaining a rail member in the bracket; 
whereby the system can be readily attached to and detached from a 
roof that is flat right up to an edge of the roof, to a wall abutting a 
roof, or to a parapet along an edge of the roof. 


HEAT INSULATED WALL 

Jiirgen Hirath, Heidenheim, and Markus Schiitte, Niirnberg, 

both of Germany, assignors to BSH Bosch und Siemens 

Hausgeraete GmbH, Munich, Germany 

Filed Oct. 16, 1998, Appl. No. 174,293 

Claims priority, application Germany, Oct. 16, 1997, 197 45 

825 
Int. Cl.’ E04C 2/54 

U.S. Cl. 52—788.1 9 Claims 
1. A heat insulated wall, comprising: 
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an at least substantially vacuum-tight thin-walled connection 
element having two edge strips; 

an evacuable thermal insulation material; and two surface layers 
disposed at a distance from one another and being at least 
substantially vacuum-tight in construction, said two surface 
layers together with said at least substantially vacuum-tight 
connection element enclosing an evacuable space filled with 
said evacuable thermal insulation material, said two surface 
layers having angled sections with a given thickness and free 
edges directed away from said evacuable space, said at least 
substantially vacuum-tight connection element disposed on 
and fastened to said angled sections in a vacuum-tight fash- 
ion, and said two edge strips having a thickness substantially 
equal to the given thickness of said angled sections. 





6,038,831 
APPARATUS FOR PACKAGING PRODUCTS IN OPEN 
OR CLOSED BOXES, STARTING FROM A FLAT 
PAPERBOARD MATERIAL 

Vito Giovanni Nava, Via Piazzalunga, 30, 24015 San Giovanni 

Bianco, Bergamo, Italy 

Filed Dec. 4, 1997, Appl. No. 984,837 
Claims priority, application Italy, Dec. 19, 1996, MI96A2676 
Int. Cl.’ B65B ///08 


U.S. Cl. 53—207 7 Claims 


1. A packaging apparatus for packaging products in an open or 
closed box having side walls and a top and bottom defined by 
respective flat paperboard sheets, said packaging apparatus com- 
prising a bearing framework defining on a top portion thereof a 
product to be packaged supplying line and, at a bottom portion 
thereof a paperboard sheet removing assembly for successively 
removing individual paperboard die-cut sheets and supplying said 
individual sheets to a sheet supplying conveyor communicating 
with said product to be packaged supplying line, a product to be 
packaged delivery device and a product separating device receiv- 
ing said products from said product delivery device, said paper- 
board sheets being supplied to said line in a supplying direction 
corresponding to a feeding direction of said products, and a box 
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forming assembly including a flap bending device for bending said 
side and top and bottom flaps, wherein said product delivery 
device comprises side bulkhead elements delimiting a product inlet 
path and driven by an adjusting assembly, comprising a driving bar 
pivoted at a middle portion thereof and coupled, by symmetrically 
arranged coupling levers, to supporting blocks which support said 
individual bulkhead elements, said bar being pivoted at one end 
thereof to a driving connecting rod, coupled to a slider movable on 
a transversely arranged threaded bar, said slider, as it is displaced, 
causing said driving bar to turn with a corresponding displacement 
of said bulkhead elements. 





6,038,832 
APPARATUS FOR PRODUCING (LARGE) PACKS 

Heinz Focke, Verden; Thomas Hafker, Langwedel; Martin 

Stiller, and Michael Schlenker, both of Verden, all of Ger- 

many, assignors to Focke & Co (GmbH & Co.), Verden, 

Germany 

Filed Apr. 23, 1998, Appl. No. 64,871 

Claims priority, application Germany, Apr. 23, 1997, 197 16 

930 
Int. Cl.’ B6SB ///58 


USS. Cl. 53—234 18 Claims 


1. An apparatus for producing packs (10) by wrapping articles in 
alternatively one or more blanks for producing large packs (10) 
comprising pack groups (11), said apparatus comprising a first 
folding turret (21) for wrapping articles in a cardboard first blank 
(13), and a second folding turret (22) for wrapping articles in a 
second blank (20) of paper or film, wherein each of the folding 
turrets (21, 22), which are arranged adjacent to one another and 
and rotate about respective axes in circular paths in a common 
upright plane, has four pockets (23, 24) open in the radial direction 
for receiving articles and blanks, and wherein the articles are 
pushed into respective pockets (23, 24) located in a horizontal 
center plane of the first folding turret (21) or of the second folding 
turret (22), said apparatus further comprising: 

a) means for always passing each article or pack group (11) 

through both folding turrets (21, 22), 

b) wherein, after being inserted into a pocket (23, 24), the article 
or pack group (11) in both folding turrets (21, 22) is con- 
veyed, with a respective blank (13, 20), by the respective 
folding turret exclusively along a semicircular path lying 
above the horizontal center plane; 

c) means for pushing the packs (10) out of the second folding 
turret (22) in the horizontal plane and into an adjoining 
horizontal pack conveyor (58); 

d) means for feeding the cardboard blanks (13) from a blank 
magazine (16), arranged below the folding turrets (21, 22), to 
a push-in station of the first folding turret (21) via a blank web 
(68); and 

e) cutting means (19), located above the first folding turret (21), 
for severing the second blanks (20) made of paper or film 
from a web (17) which is drawn off from a reel (18), and for 
transporting the severed blanks, in a plane above the first 
folding turret (21) into a position between the two folding 
turrets (21, 22) to be received by a respective article or pack 
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group (11) being pushed out of the first folding turret (21) and 
into the second folding turret (22). 


6,038,833 
BOTTLE GUIDE AND FILL SEAL STRUCTURE FOR 
BOTTLE FILLING MACHINE 
Bernie Beringer, 594 Buckingham Rd., Gray, Ind. 37615 
Filed Aug. 17, 1998, Appl. No. 135,107 
Int. Cl.’ B65B 3/04;39/02; B67C 3/26 


U.S. Cl. 53—253 23 Claims 





1. A fluid sealing device for positioning a container having a fill 
neck and a fluid inlet thru its top, in filling position on a container 
filling machine having a plurality of fill port means, whereby said 
device also provides for a fluid tight seal between said inlet and a 
sealing face surrounding each said port means, said device com- 
prising an elastomeric fill seal mounted on a carriage means, said 
carriage means having one component of a guide means adapted to 
slidably interconnect with another component of said guide means 
provided on said machine for allowing accurate reciprocable 
motion of said carriage means toward and away from said port 
means, said seal comprising a generally tubular wall formed gen- 
erally around an axial flow axis and having an exterior wall surface 
and an interior wall surface providing a fluid flow passage, said 
wall having an outlet end section and a complex inlet end section, 
said outlet end section being formed to provide a first contact 
surface for engaging and sealing against said neck top, said inlet 
end section having a generally radially inwardly directed flexible 
hinge segment integral with said wall by a hinge seam and lying at 
a relaxed angle “a” of from about 20° to about 70° to the 
horizontal, an annular crest on a radially inner portion of said hinge 
segment and extending and facing generally axially upwardly 
therefrom, said crest being adapted to bear against said sealing face 
surrounding said port means, and to be rotated downwardly with 
said hinge segment by pressure contact of said crest with said 
sealing face to a more horizontal plane when said device is placed 
in operating sealing position on the machine, said crest and said 
first contact surface being adapted to hermetically seal said fiuid 
inlet of the container against said sealing face during filling of the 
container. 


6,038,834 
FILM BUBBLE WRAP INTERLEAF 
Tedford E. Haley, Appleton, Wis., assignor to Appleton Papers, 
Inc., Appleton, Wis. 

Division of application No. 08/214,250, Mar. 17, 1994, Pat. 
No. 5,873,464. This application Nov. 23, 1998, Appl. No. 
197,502. 

Int. Cl.’ B6SB ///04 
U.S. Cl. 53—399 2 Claims 

1. A method for protecting a roll of pressure-sensitive paper, 
comprising the steps of: 
providing a roll of carbonless paper; 
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supplying a layer of bubble wrap from a single source, the 
bubble wrap having a first side and a second side, the first side 
being generally smooth and the second side having a plurality 
of bubbles thereon; 

supplying a layer of film from a single source; 

wrapping the bubble wrap and film around the roll of carbonless 
paper, the first side of the bubble wrap facing the roll of 
paper; 

rotating the roll of paper during the step of wrapping; 

overlapping the bubble wrap and film with ends of the roll of 
paper; and 

terminating the wrapping of the bubble wrap around the roll of 
carbonless paper before terminating the wrapping of the film. 


6,038,835 
APPARATUS AND METHOD FOR INSERTING 
DOCUMENTS INTO ENVELOPES 
Hendrik Andries de Haan, Bergum, and Christiaan Antoon 
Munneke, Surhuisterveen, both of Netherlands, assignors to 
Hadewe B.V., Drachten, Netherlands 
Filed Dec. 27, 1996, Appl. No. 775,031 
Claims priority, application Netherlands, Dec. 29, 1995, 
1002002 
Int. Cl.’ B6S5B 35/50 


U.S. Cl. 53—460 24 Claims 


1. An apparatus for inserting documents into envelopes, com- 
prising: 
a document feed path, 
an envelope feed path, 
an envelope holder operatively connecting to the document feed 
path and the envelope feed path, for holding an individual 
envelope in a filling position at least partly in a first plane, and 
for subsequently guiding a filled envelope towards and there- 
after into a second plane offset or tilted with respect to said 
first plane, 
means for introducing at least one document into an envelope 
being held in the filling position, 
means for at least partially folding over an envelope flap of 
the filled envelope as the filled envelope is guided towards 
and into said second plane, and 
an envelope discharge path operatively connecting to said 
envelope holder, 
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wherein the envelope holder comprises at least a first enve- 
lope support and a second envelope support, the first enve- 
lope support being located in a position operatively con- 
necting to the document feed path for holding an envelope 
in the filling position at least partly in said first plane, and 
the second envelope support supporting the filled envelope 
directly after the first envelope support and being located in 
a position for carrying the filled envelope so that said filled 
envelope and an envelope which is simultaneously held in 
the filling position by the first envelope support are at least 
partly in a transversely overlapping relationship with one 
another. 


PROCESS AND APPARATUS FOR THE 
OPTOELECTRONIC MONITORING OF PACKAGING 
MATERIAL 
Heinz Focke, and Martin Stiller, both of Verden, Germany, 

assignors to Focke & Co. (GmbH & Co.), Verden, Germany 
Filed Jan. 29, 1998, Appl. No. 15,392 
Claims priority, application Germany, Feb. 7, 1997, 197 04 
718 
Int. Cl.’ B65B 19/28;43/08;57/02 


U.S. Cl. 53—462 17 Claims 
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10. Apparatus for producing packs from blanks (10) of a pack- 
aging material being transported along a conveying path (11), 
characterized by the following features: 

a. at least one monitoring element (15) for the optoelectronic 
sensing of blanks (10), is positioned in the region of the 
conveying path (11), 

. said monitoring element (15) includes at least one sensor (16, 
17), 

>. said blanks (10) are transported along the conveying path past 
the monitoring element (15) in such a way that said sensor 
(16, 17) is at least temporarily covered by said blanks, 

. said sensor (17) is positioned in the region of an elevated 
sensor surface (30) which protrudes in the direction of the 
passing blanks (10), centered at the farthest protruding posi- 
tion of the sensor surface (30), 

. during transport along the conveying path (11), the blanks 
(10) move past said monitoring element (15) while abutting 
the raised or protruding sensor surface (30), whereby the 
blanks (10) exert a cleaning effect on the sensor (16, 17). 


6,038,837 
METHOD OF CLOSING AND SEALING CARDBOARD 
BOXES 
Heinz F. Odenthal, Ziilpich, Germany, assignor to SIG Pack 
Systems AG, Beringen, Switzerland 
Filed Mar. 3, 1998, Appl. No. 33,639 
Claims priority, application Germany, Mar. 7, 1997, 197 09 
361 
Int. Cl.’ B65B 7//6 
U.S. Cl. 53—484 9 Claims 
1. A method of closing boxes each having a floor and a plurality 
of relatively short side panels extending crosswise from the floor 
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and having upper edges three of which are free edges and a first 
one of which is connected to a cover panel itself having free edges, 
and at least one flap projecting from a second one of the free edges, 
the method comprising the steps of: 
continuously rotating a pair of rollers over which an endless 
conveyor belt is spanned to move the belt continuously; 
inserting the boxes one after the other into respective pockets 
formed between crosswise partitions of the moving belt 
spanned over the rollers with the side panel having the first 
free edge leading and engaging the belt; 
applying adhesive to the flaps while the boxes are in the pockets 
of the moving belt; 
folding each cover onto the respective box by engagement with 
the partitions of the respective pocket on insertion of the 
respective box into the respective pocket of the moving belt; 
pressing the adhesive-coated flaps against the boxes while the 
boxes are in the pockets of the moving belt; and 
pushing groups of the boxes after pressing the flaps against the 
boxes crosswise out of the pockets of the moving belt. 


6,038,838 

PACKAGING UNIT FOR CONTINUOUSLY PRODUCING 
SEALED PACKAGES, CONTAINING POURABLE FOOD 
PRODUCTS, FROM A TUBE OF PACKAGING MATERIAL 
Paolo Fontanazzi, Modena, Italy, assignor to Tetra Laval Hold- 

ings & Finance S.A., Pully, Switzerland 

Filed May 18, 1998, Appl. No. 80,262 

Claims priority, application European Pat. Off., Jun. 27, 

1997, 97830314 
Int. Cl.’ B65B 9/06 


U.S. Cl. 53—551 9 Claims 


1. A packaging unit for continuously producing aseptic sealed 
packages, containing a portable food product, from a tube made of 
heat-seal packaging material in sheet form and fed along a vertical 
supply path, said tube being filled with said food product, said unit 
comprising: 

a first chain conveyor having a number of jaws and defining an 

endless first path along which said jaws are fed; 

a second chain conveyor having a number of counter-jaws and 
defining an endless second path along which said counter- 
jaws are fed; 

said first path and said second path each comprising respective 
work portions adjacent to said supply path of the tube of 
packaging material and extending substantially symmetrically 
on opposite sides of said supply path, so that said jaws of said 
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first conveyor cooperate with respective counter-jaws of said 
second conveyor along at least part of the respective said 
work portions to grip said tube at respective equally spaced 
cross sections; 

at least said jaws comprising heating means for heat-sealing said 
tube; 

said chain conveyors comprising respective volume control 
devices for controlling the volume of the packages being 
formed, and each of which volume control devices comprises 
a number of half shell elements cooperating with respective 
half shell elements on the other chain conveyor to define the 
volume of the packages being formed; 

each of said half shell elements are movably fitted to respective 
jaws and counter-jaws for relative movement toward and 
away from said supply path; 

wherein said half shell elements are each hinged to a single 
respective jaw and counter-jaw at only a single axis each and 
not connected to the adjacent upstream and downstream jaw 
and counter-jaw for movement about respective axes perpen- 
dicular to said tube supply path, said relative movement of 
said half shell elements comprising rotation about the respec- 
tive axes; 

said volume control devices also comprising, for each chain 
conveyor, guide means extending along said work portions of 
the respective paths for guiding said half shell elements and 
for controlling said relative movement of said half shell 
elements. 





6,038,839 
LONGITUDINAL SEAM SEALER FOR POLYETHYLENE 
MATERIAL 
John M. Linkiewicz, Prospect Heights, Hl., assigner to Triangle 
Package Machinery Company, Chicago, Ill. 
Filed Nov. 6, 1998, Appl. No. 188,015 
Int. Cl.’ B65B 9/06;51/20 
U.S. Cl. 53—551 14 Claims 


250 


14. 266 


1. A form-fill-seal machine, including a frame, for forming a bag 
out of a sheet of material, said machine being of the type including 
a longitudinal seam sealer for continuously forming a longitudinal 
lap seam along lapped marginal edges of the sheet of material 
during movement of the sheet of material to form the sheet of 
material into a tube and a pair of cyclically movable jaw assem- 
blies arranged on opposite sides of said tube that form cross seams 
for the bag during the end sealing operation wherein the longitu- 
dinal seam sealer comprises: 

a hot air source; 

a thin internal hot air dispenser supported on said frame, said 
thin internal hot air dispenser located such that it is adapted to 
extend between the lapped marginal edges of the sheet of 
material from the external side of the tube, said thin internal 
hot air dispenser having flat opposite surfaces that form a 
plenum therebetween for receiving the hot air, a series of 
longitudinally extending hot air exit apertures formed in both 
surfaces of said thin internal hot air dispenser through which 
hot air flows and strikes the surfaces of the lapped marginal 
edges of the sheet of material; 

an external hot air dispenser supported on said frame and con- 
nected to said hot air source, said external hot air dispenser 
located such that it extends longitudinally of the tube and is 
adapted to overlay the lapped marginal edges of the sheet of 


material, said external hot air dispenser including a longitudi- 
nally extending plenum for receiving said hot air, a series of 
longitudinally extending hot air exit apertures formed in said 
external hot air dispenser that communicate with said longi- 
tudinally extending plenum through which hot air flows 
toward the lapped marginal edges and strikes the outer surface 
of the outer lapped edge; and 

said plenum of the thin internal hot air dispenser being in 
communication to receive hot air from said longitudinally 
extending plenum. 





6,038,840 
REAR DISCHARGE MOWER UNIT AND LAWN 
TRACTOR 


Shozo Ishimori; Masatoshi Yamaguchi, both of Sakai, Japan; 


Cristophe Auvergne, and Bertrand Leguillette, both of 
Argenteuil Cedex, France, assignors to Kubota Corporation, 
Japan 
Filed Oct. 10, 1997, Appl. No. 949,114 
Claims priority, application Japan, Apr. 16, 1997, 9-098926 
Int. Cl.’ A@1D 34/12 


U.S. Cl. 56—13.3 21 Claims 





1. A rear discharge mower unit comprising: 

a mower housing; 

a first side blade, a center blade and a second side blade 
arranged sideways in and rotatably supported by said mower 
housing, said first side blade, said center blade and said 
second side blade being positioned to cut grass on the ground; 
power transmission mechanism for rotating said center blade 
and said second side blade in one direction and said first side 
blade in the other direction; 
grass clippings outlet formed in a boundary region between 
said first side blade and said center blade; 

a center baffle extending around a rotational axis of said center 
blade and defining a center flow path for feeding grass clip- 
pings to said grass clippings outlet; 

a first side baffle extending around a rotational axis of said first 
side blade and defining a first side flow path for feeding grass 
clippings to said grass clippings outlet; and 
second side baffle extending around a rotational axis of said 
second side blade and defining a second side flow path in 
communication with said center flow path in a forward posi- 
tion of said mower housing for feeding grass clippings to said 
center flow path. 
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6,038,841 
DEVICE FOR LEVELING A MOWER DECK 
Ray G. Bates, Jr., Kingston Springs; Robert M. Deweese, Jr., 
and John A. Burns, both of Franklin, all of Tenn., assignors 
to Murray, Inc., Brentwood, Tenn. 
Filed Nov. 24, 1998, Appl. No. 198,373 
Int. Cl.’ A01D 34/00 


U.S. Cl. 56—15.8 11 Claims 


1. An arrangement for leveling a blade housing of a mower, the 
housing during operation of the mower being suspended from the 
underside of a vehicle frame in non-engaging relationship with 
ground over which said vehicle moves, comprising: 

a pair of spaced suspension arms pivotally connected to respec- 

tive opposite sides of said housing and to said frame; 

a pair of spaced brackets joined to respective opposite sides of 
said housing; 

a rod extending between opposite sides of said frame and being 
pivotally connected thereto; 

a pair of spaced lift arms each connected at one of its ends to 
said rod; 

a third lift arm connected at one of its ends to said rod at a 
location intermediate said pair of spaced lift arms; 

a handle connected to said rod for rotating the rod when said 
handle is displaced thereby displacing opposite ends of the lift 
arms; 

a first cable extending from the opposite end of one of said pair 
of lift arms to one of said brackets; 

a second cable extending from the opposite end of the other of 
said pair of lift arms to the other of said brackets; 

locking means associated with each of said brackets for selec- 
tively securing the first and second cables to respective brack- 
ets; 

a third cable extending from the opposite end of said third lift 
arm to a third bracket joined to a front or rear portion of said 
housing; and 

additional locking means associated with said third bracket for 
selectively securing the third cable to said third bracket. 


6,038,842 
ROTARY MOWER APPARATUS 
Osvaldo R. Quiroga, Casilla de Correo 1286, Cochabamba, 
Bolivia 
Continuation-in-part of application No. 08/607,158, Feb. 26, 
1996, Pat. No. 5,761,892. This application Jun. 4, 1998, Appl. 
No. 90,813. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ AO1D 34/44;34/73 
U.S. Cl. 56—17.5 31 Claims 

15. A blade assembly for a rotary mower, comprising: 

a rotating support structure having means for attaching to a 
rotary drive shaft at a height sufficient to substantially avoid 
contact of the support structure with vegetation to be cut by 
the blade assembly, the support structure being rotatable about 
an axis; and 
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a plurality of cutting elements projecting downwardly from the 
support structure and radially outwardly relative to said axis 
of the support structure, each cutting element extending from 
said support structure a distance such that the cutting elements 
are positioned at a sufficient height to avoid contact with the 
ground, said cutting elements each having a sharpened lead- 
ing edge for cutting vegetation; 

wherein said plurality of cutting elements each has a curvature 
centered about the axis of rotation, said curvature correspond- 
ing generally with a rotational path of the respective cutting 
element. 





6,038,843 
CLIPPINGS DISPERSAL MECHANISM 

Daniel Angelo Sebben, Hartford; Melvin Orville Lux, Osh- 

kosh; Timothy Paul Zellmer, Horicon; Matthew Paul Guel- 

ler, Slinger, and Brian David Seegert, Hartford, all of Wis., 

assignors to Deere & Company, Moline, Ill. 

Filed Oct. 26, 1998, Appl. No. 178,871 
Int. Cl.’ AOID 34//2 


U.S. Cl. 56—202 16 Claims 


15. A grass clippings dispersion mechanism, comprising: 

a mower vehicle having a mower deck within which grass is cut 
into grass clippings, 

a chute into which the grass clippings are directed from the 
mower deck, said chute having an outlet through which a 
stream of clippings exits, 

a container into which the clippings exiting the chute accumu- 
late, said container including a wall toward which clippings 
are directed as the clippings exit the chute and enter the 
container, 

a deflector operatively supported by the mower vehicle and 
positioned within the container spaced from said wall and 
proximate the chute outlet such that at least a portion of the 
grass clippings and air flowing out of the chute outlet and into 
the container wil! strike the deflector, said deflector having 
first and second surfaces oriented to deflect clippings from the 
chute outlet to respective sides of the direction of clippings 
exiting the chute outlet, said deflector extends less than the 
entire vertical dimension of the chute outlet such that a 
portion of the clippings flowing out of the chute outlet pass by 
the deflector without striking either the first or second sur- 
faces, and 

a fill sensor supported by and positioned within said container 
generally directly beneath the chute outlet for indicating to an 
operator that the container is about to become full. 
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6,038,844 
FOLDING HAY RAKE WITH EXTENSION LINKAGE 
Kenneth J. Peeters, Bear Creek, and Gregory L. Landon, 
Shawano, both of Wis., assignors to H&S Manufacturing 
Co., Inc., Marshfield, Wis. 
Filed Jan. 5, 1998, Appl. No. 2,653 
Int. Cl.’ AOID 57//2 


U.S. Cl. 56—377 5 Claims 


1. A folding hay rake, comprising: 

a primary frame, having a forward end for attachment to a 
towing vehicle and a rear end opposite the forward end; 

a secondary frame pivotally attached to the primary frame 
adjacent the rear end; 

non-linearly acting deployment means, 


spreader pivotally 


attached to the primary and secondary frames, for pivoting the 


secondary frame relative to the primary frame, the deploy- 

ment spreader means including: 

a first arm, 

a telescopic second arm pivotally connected to the first arm, 

an elbow member slidably and pivotally attached to the first 
arm and pivotally attached to the second arm, 

means for pivoting the elbow member to pivot the first arm 
relative to the second arm, the means for pivoting being 
pivotally coupled to a distal end of the elbow member, and 

means for controlling the telescopic second arm to achieve a 
desired length of telescopic action, the means for control- 
ling being operably coupled. 





6,038,845 
METHOD FOR CHANGING THE BOBBINS IN A ROVING 
FRAME 
Franz Machnik, Géppingen, and Hans-Peter Weeger, Hatten- 
hofen, both of Germany, assignors to Zinser Textilmaschinen 
GmbH, Ebersbach/Fils, Germany 
PCT No. PCT/DE97/01387, § 371 Date Jan. 30, 1998, § 102(e) 
Date Jan. 30, 1998, PCT Pub. No. WO98/02603, PCT Pub. 
Date Jan. 22, 1998 
PCT Filed Jun. 28, 1997, Appl. No. 435 
Claims priority, application Germany, Jul. 16, 1996, 196 28 
667; Apr. 25, 1997, 197 17 523 
Int. Cl.’ DOIH 9/00 
U.S. Cl. 57—267 15 Claims 
1. In a bobbin replacement process for a flyer roving machine in 
which roving is wound upon sleeves on spindles on a bobbin rail 
with flyers and spindles driven in a forward direction from sliver 
fed by a drafting frame to form respective bobbins, full bobbins are 
removed from the spindles and are replaced by empty sleeves, and 
a free end of a respective sliver is formed on each flyer, the 
improvement which comprises the steps of: 
(a) upon mounting of an empty sleeve on each spindle initially 
driving only the respective spindle and flyer to apply a respec- 
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tive one of said free ends to the respective empty sleeve, 
while the drafting frame is not driven to engage the free ends 
on the respective sleeves; and 

(b) thereafter driving said spindles and the respective flyers in 
the forward direction while driving the drafting frame for 
winding of respective bobbins on the sleeves. 


6,038,846 
ROVING FRAME WITH A DEVICE ENABLING FULL 
ROVING BOBBINS TO BE REPLACED 
AUTOMATICALLY BY EMPTY ROVING SLEEVES 
Karl-Heinz Mack, Weilheim, Germany, assignor to Zinser Tex- 
tilmaschinen GmbH, Ebersbach/Fils, Germany 
PCT No. PCT/DE97/02370, § 371 Date May 18, 1998, § 102(e) 
Date May 18, 1998, PCT Pub. No. WO98/17849, PCT Pub. 
Date Apr. 30, 1998 
PCT Filed Oct. 14, 1997, Appl. No. 68,914 
Claims priority, application Germany, Oct. 22, 1996, 196 43 
655 
Int. Cl.’ DO1H 9//0 


U.S. Cl. 57—281 14 Claims 


1. A roving machine with a device for automatic replacement of 
full roving bobbins by empty roving sleeves mounted on bobbin 
carriers which arranged in two longitudinal rows on a bobbin rail, 
said device comprising: 

a plurality of guide rails each juxtaposable respectively with one 
bobbin carrier of each of the two longitudinal rows and 
extending substantially transversely to a longitudinal dimen- 
sion of the machine and to said longitudinal rows; 

hangers guided in said rails for suspending the roving bobbins 
and empty bobbin sleeves and forming suspension carriage 
trains displaceable into regions above the bobbin rail and into 
a replacement region, the guide rails being arranged laterally 
of vertical planes containing the two bobbin carriers which 
are juxtaposed with the respective guide rail; and 

means for laterally shifting the bobbin rail so that the vertical 
planes containing the bobbin carriers coincide with respective 
vertical planes of the respective guide rails. 
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6,038,847 
PROCESS FOR MANUFACTURING DIFFERENT 
SHRINKAGE MICROFIBER TEXTURE YARN 
Zo-Chun Jen, Taipei, Taiwan, assignor to Nan Ya Plastics 
Corporation, Tapei, Taiwan 
Filed Aug. 27, 1998, Appl. No. 140,894 
Int. Cl.’ D02G 1/16; 1/18 
U.S. Cl. 57—908 





1. A process for manufacturing different shrinkage micro-fiber 
texture yarn which comprises twisting and drawing micro-fiber 
yarn having a boil-off shrinkage lower than 20%; combining said 
micro-fiber with a low crimped filament yarn having a boil-off 
shrinkage higher than 15%; intermingling the two yarns together 
by using an air-tangling jet to thereby form said different shrinkage 
micro-fiber texture yarn. 





6,038,848 
METHOD FOR SPONTANEOUSLY INCREASING POWER 
IN OPERATION OF A POWER STATION SYSTEM 

Hansulrich Frutschi, Riniken, Switzerland, assignor to Asea 

Brown Boveri AG, Baden, Switzerland 

Filed Nov. 10, 1997, Appl. No. 966,864 

Claims priority, application Germany, Dec. 13, 1996, 196 51 

882 
Int. Cl.’ FO2C 3/26;3/30 


U.S. Cl. 60—39.05 8 Claims 





1. A method for spontaneously increasing power output in opera- 
tion of a power station system comprising a gas turbine with 
sequential combustion in a first and a second combustion chamber 
and an electrical generator connected to the gas turbine, said 
method comprising: 

spontaneously increasing power by supplying an additional 

amount of a mixture of fuel oil and water into the second 
combustion chamber, the second combustion chamber being 
self igniting, such that the amount of additionally supplied 
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fuel oil/water mixture compensates for a power drop in an 
electrical network immediately after a threat of the network 
collapsing. 


6,038,849 
METHOD OF OPERATING A COMBUSTION TURBINE 
POWER PLANT USING SUPPLEMENTAL COMPRESSED 
AIR 
Michael Nakhamkin, 40 Woodman La., Basking Ridge, N.J. 
07920, and Boris Potashnik, Fanwood, N.J., assignors to 
Michael Nakhamkin, Basking Ridge, N.J. 
Continuation-in-part of application No. 09/110,672, Jul. 7, 
1998, Pat. No. 5,934,063. This application Mar. 31, 1999, 
Appl. No. 281,776. 
Int. Cl.” FO2C 3/30;7/00 


U.S. Cl. 60—39.05 12 Claims 


1. A method of operating a combustion turbine power generation 
system and derivatives thereof comprising: 
providing at least one combustion turbine assembly including a 
compressor, an expansion turbine operatively associated with 
said compressor, a generator coupled with said expansion 
turbine; a combustor feeding said expansion turbine; flow 
path structure fluidly connecting an outlet of said compressor 
to an inlet of said combustor; a supplemental compressor 
structure; connection structure fluidly connecting an outlet of 
said supplemental compressor structure to an inlet of a satu- 

rator, a water heater to heat water directed to said saturator, a 

recuperator for receiving preheated and saturated compressed 

air, an outlet of said recuperator being in communication with 
said combustor; and valve structure associated with said con- 
nection structure to control flow through said connection 
structure, 

controlling said valve structure to selectively permit one of the 
following modes of operation: 

a combustion turbine mode of operation wherein air com- 
pressed from said compressor moves through said flow path 
structure to said combustor feeding said expansion turbine 
such that said expansion turbine drives said generator, and 

a compressed air augmentation mode of operation wherein 
supplemental compressed air from said supplemental com- 
pressor structure is supplied through said connection struc- 
ture and is saturated and pre-heated in said saturator and is 
further heated in said recuperator and then is directed to 
said combustor, in addition to compressed air passing 
through said flow path structure to said combustor, which 
increases mass flow of compressed air and gas to said 
expansion turbine. 





Marcu 21, 2000 GENERAL AND MECHANICAL 


6,038,850 a gas turbine plant having a high temperature section; 

COMBINED CYCLE POWER PLANT a boiler operatively connected to the gas turbine plant, in which 
Fumio Ohtomo, Zama; Yuji Nakata, Yokohama; Yoshitaka 
Fukuyama, Yokohama; Asako Inomata, Yokohama; Sachio 
Shibuya, Tokyo; Akinori Koga; Junji Ishii, both of Yoko- 
hama; Shoko Ito, Sagamihara, and Hironobu Yamamoto, 
Yokohama, all of Japan, assignors to Kabushiki Kaisha steam turbine plant further being provided with a condensate 
Toshiba, Kawasaki, Japan and feed water system and a low temperature reheat system, 
Continuation of application No. 08/716,868, Sep. 20, 1996, in which the heated exhaust gas from the boiler is supplied to 

Pat. No. 5,778,657. This —" Jul. 13, 1998, Appl. No. the condensate and feed water system as a heat source; 
Claims priority, application Japan, Sep. 22, 1995, 7-244750; 

Sep. 22, 1995, 7-244751 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ F02C 6/00 turbine plant; and 
U.S. Cl. 60—39.182 12 Claims a cooling steam recovery system connected to the high tempera- 
ture section of the gas turbine plant for 


an exhaust gas from the gas turbine plant is heated; 
a steam turbine plant operatively connected to the boiler and 
including high, intermediate and low pressure turbines, the 


a cooling steam supply system connected to the low temperature 
reheat system of the steam turbine plant and adapted to supply 
a cooling steam to the high temperature section of the gas 


recovering the cooling steam after cooling the high temperature 
section to an intermediate stage of the intermediate turbine of 
4 the steam turbine plant. 
xs 7 
126 * O} i 
125 139 
; 6,038,852 
WEAR RESISTANT AUGMENTOR FUEL MANIFOLD 
+ =. CLAMP 
‘ “” Ss George R. Celi, West Palm Beach, Fla., assignor to United 
RB es: Technologies Corporation, Hartford, Conn. 
Filed Dec. 5, 1997, Appl. No. 986,038 
1. A combined cycle power plant comprising: Int. Cl.’ F02K 3//0 
a gas turbine system configured to generate exhaust, comprising, ).§, Cl, 60—261 6 Claims 
turbine blades, and 
a combustor; 
a waste heat collector boiler configured to collect waste heat of 
said exhaust and to generate steam; 
a steam cycle system including a steam turbine driven by said 
steam of said waste heat collector boiler, configured to gener- 
ate a steam and water mixture; and 
a gas turbine cooling system configured to feed in series at least 
part of said steam and water mixture to a cooling duct formed 
in said combustor after said steam and water mixture passes 
through a cooling duct formed in said turbine blades. 


6,038,851 a 1. A gas turbine augmentor fuel manifold unit, comprising: 
EXHAUST RE-COMBUSTION TYPE COMBINED CYCLE 


POWER GENERATION PLANT 
Akio Shiba, Yokohama, Japan, assignor to Kabushiki Kaisha 
Toshiba, Kawasaki, Japan tially parallel and in close proximity to one another; 
Filed Jul. 29, 1998, Appl. No. 123,555 at least one wear resistant clamp for clamping said feed tubes, 
Claims priority, application Japan, Jul. 31, 1997, P9-206629 said clamp including: 
Int. Cl." FO2C 6/00 a first clamp member and a second clamp member, disposed 
U.S. Cl. 60—39.182 5 Claims 
7 3 <a a first wear sleeve and a second wear sleeve, each having a 
3 } body shaped to receive one of said feed tubes, said body 
extending between at least a pair of retaining tabs, said 
a Xs — wear sleeves disposed between said clamp members and 
[ r Ma sy said feed tubes; 
RS — . Mile wherein said first wear sleeve is fixed to one of said feed 
elem Ts 


a plurality of annular fuel manifolds, each having at least one 
feed tube, wherein some of said feed tubes are routed substan- 


on opposite sides of said feed tubes; 


, 
G Ff 38 


_ As 
= 


32 


: tubes; 
: a fastener, extending between said clamp members, said fas- 


e Le | alae Fag tener holding said first and second clamp members in 
| i! LS 49 contact with said wear sleeves; 

i ie LLL Po wherein said retaining tabs of said fixed first wear sleeve 

= el # " limits the travel of said clamp members relative to said feed 

? - tubes, and said retaining tabs of said second wear sleeve 

1. An exhaust re-combustion type combined cycle power gen- prevent said second wear sleeve from becoming dislodged 

eration plant comprising: between said clamp members and said feed tube. 
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6,038,853 
PLASMA-ASSISTED CATALYTIC STORAGE 
REDUCTION SYSTEM 
Bernardino M. Penetrante, San Ramon; George E. Vogtlin, 
Fremont; Bernard T. Merritt, and Raymond M. Brusasco, 
both of Livermore, all of Calif., assignors to The Regents of 
the University of California, Oakland, Calif. 
Continuation-in-part of application No. 08/906,687, Aug. 5, 
1997, which is a division of application No. 08/699,381, Aug. 
19, 1996, Pat. No. 5,711,147. This application Jul. 15, 1998, 
Appl. No. 116,554. 
Int. Cl.’ FOIN 3/00 


U.S. Cl. 60—274 29 Claims 






































1. A method for reducing nitrogen oxides (NO,) in exhausts 
from high-temperature combustion, the method comprising the 
steps of: 
converting substantially all NO in an engine exhaust with a 
non-thermal plasma to an intermediate gas flow including 
NO,; 

converting, in the presence of hydrocarbons, substantially all of 
said intermediate gas flow including NO, and essentially no 
SO, to an output gas flow comprising NO, conversion prod- 
ucts of N,, CO, and H,O and substantially little NO and NO, 
(NO,); and 

wherein, a storage reduction catalyst is used to convert said NO, 
in the presence of said hydrocarbons, to N,, CO,, and H,O. 





6,038,854 
PLASMA REGENERATED PARTICULATE TRAP AND 
NO, REDUCTION SYSTEM 
Bernardino M. Penetrante, San Ramon; George E. Vogtlin, 
Fremont; Bernard T. Merritt, and Raymond M. Brusasco, 
both of Livermore, all of Calif., assignors to The Regents of 
the University of California, Oakland, Calif. 
Continuation-in-part of application No. 08/906,687, Aug. 5, 
1997, which is a division of application No. 08/699,381, Aug. 
19, 1996, Pat. No. 5,711,147. This application Jul. 22, 1998, 
Appl. No. 120,903. 
Int. Cl.’ FOIN 3/00 
U.S. Cl. 60—297 29 Claims 
1. A method for reducing nitrogen oxides (NO,) and particulates 
in oxygen-rich exhausts from high-temperature combustion, the 
method comprising the steps of: 
converting substantially all NO in an engine exhaust comprising 
greater than about 5 ppmw of sulfur components, calculated 
as S, with a non-thermal plasma to an intermediate gas flow 
including NO,; 
collecting particulates from said engine exhaust; and 
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converting said particulates and substantially all of said interme- 
diate gas flow including NO, to an output gas flow compris- 
ing NO, conversion products of N,, CO, and H,O and sub- 
stantially little carbon soot, NO and NO, (NO,). 


6,038,855 
COLLECTOR DEVICE FOR THE PRIMARY PIPES OF 
AN EXHAUST MANIFOLD 

Lars Markstrém, Goteborg; Lennarth Zander, MélIndal; Erik 
Olofsson, and Olof Norblad, both of Goteborg, all of Swe- 
den, assignors to AB Volvo, Sweden 

PCT No. PCT/SE96/00962, § 371 Date Feb. 13, 1998, § 102(e) 
Date Feb. 13, 1998, PCT Pub. No. WO97/04222, PCT Pub. 
Date Feb. 6, 1997 

PCT Filed Jul. 19, 1996, Appi. No. 983,634 
Claims priority, application Sweden, Jul. 21, 1995, 9502554 
Int. Cl.’ FOIN 7//0 


U.S. Cl. 60—323 8 Claims 


1. A collector for the primary pipes of an exhaust manifold of an 
internal combustion engine, said primary pipes leading exhaust 
gases directly from the cylinders of said engine, said collector 
comprising a common cavity and a plurality of said primary pipes, 
each of said plurality of primary pipes including an inlet end and 
an outlet end, said outlet ends of each of said primary pipes 
including an inner wall and an outer wall and having a first 
cross-sectional area and an upstream location of said primary pipes 
having a second cross-sectional area, said first cross-sectional area 
being less than said second cross-sectional area, said outlet ends of 
said primary pipes being in direct contact with said common cavity 
of said collector, said plurality of pipes further arranged to include 
a single central pipe, and the remainder of said plurality of pipes 
being spaced around said central pipe, said outlet end of said 
central pipe being formed substantially as a conically tapering 
portion, and said outer wall of said central pipe forming part of 
said inner wall of each of said remainder of said pipes. 
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6,038,856 

GOVERNOR FOR AIR COMPRESSORS OF VEHICLES 
Holger Knaust, Arnbach, Germany, assignor to Knorr-Bremse, 

Munich, Germany 

Filed Mar. 20, 1998, Appl. No. 44,997 

Claims priority, application Germany, Mar. 20, 1997, 197 11 

739 
Int. Cl.’ F16D 3//02 


U.S. Cl. 60—410 10 Claims 


1. Governor for at least one compressor, a compressed air supply 
tank that can be charged by the compressor, and an air compressor 
for motor vehicles that has an additional device that can be 
switched when a regulated pressure level is reached in the com- 
pressed air supply tank, comprising: 

a housing having an inlet connection that can be subjected to the 
pressure in the compressed air supply tank, said housing 
having an outlet connection that conducts outlet pressure, said 
outlet connection being connected with the additional device 
to switch the additional device, 

a pilot valve with a relatively small cross section located in said 
housing, said pilot valve, when a pressure limit is exceeded in 
said inlet connection, pneumatically controlling a relay valve 
with a relatively large cross section located in the housing, to 
set the outlet pressure at said outlet connection. 





6,038,857 
CONTROL APPARATUS FOR A BRAKE BOOSTER 

Kenneth Scott Towers, Granger; Richard Becker McClain, 

South Bend, both of Ind., and John e. Mackiewicz, Niles, 

Mich., assignors to Robert Bosch Technology Corporation, 

Broadview, Ill. 

Filed Jun. 15, 1998, Appl. No. 97,778 
Int. Cl.’ F16D 3//02 

U.S. Cl. 60—422 
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1. A control apparatus for a brake system, said control apparatus 
comprising: a housing with a stepped bore therein; divider means 
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for separating said stepped bore into a first chamber and a second 
chamber, said first chamber being connected with a source of fluid 
under pressure through an inlet port, a hydraulically operated 
device through a gear port, a reservoir through a relief port and a 
brake booster through an outlet port, said second chamber being 
connected to said reservoir; spool means located in said first 
chamber and having a peripheral surface with first and second 
grooves separated by lands and a operational bore, said operational 
bore being connected to said second groove by at least one radial 
passage and to said outlet port; cap means secured to said housing 
for sealing said stepped bore; first return spring means for position- 
ing said spool valve within said first chamber such that pressurized 
fluid is communicated to said hydraulically operated device by 
way of said inlet port, first groove and said gear port; and actuation 
means located in said second chamber for moving said spool valve 
to restrict communication between said first groove and said gear 
port and divert pressurized fluid to said outlet port by way of said 
operational bore to effect a brake application, said actuation means 
being characterized by an input piston positioned in said second 
chamber by second return spring means and a plunger located in 
said second chamber, said plunger being connected to said input 
piston by an actuation spring, said input piston responding to an 
input force after overcoming said second return spring means by 
moving to allow said actuation spring to provide said plunger with 
a corresponding input force to move said spool valve and divert 
pressurized fluid to said operational bore to effect a brake applica- 
tion, said input piston movement being modified as a function of 
restricted fluid flow from said second chamber to limit the appli- 
cation of said input force from said plunger to said spool valve. 





6,038,858 
INCHING AND BRAKING SYSTEM WITH 

INTERCONNECTED BRAKE AND INCHING VALVES 
Hubertus Mies, Lohr, Germany, assignor to Mannesmann 

Rexroth AG, Lohr, Germany 
PCT No. PCT/EP96/01906, § 371 Date Apr. 16, 1998, § 102(e) 

Date Apr. 16, 1998, PCT Pub. No. WO97/02964, PCT Pub. 

Date Jan. 30, 1997 

PCT Filed May 7, 1996, Appl. No. 981,477 

Claims priority, application Germany, Jul. 13, 1995, 195 25 

582 
Int. Cl.’ F16D 3//02 


U.S. Cl. 60—436 13 Claims 


1. An inching and braking system for a hydraulically operated 
apparatus including a brake system and a drive system, wherein the 
drive system and the brake system may be controlled for generat- 
ing a braking effect by actuation of an actuating part of the inching 
and braking system, and wherein the inching and braking system 
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comprises an inching valve arrangement and a brake valve 
arrangement through which the drive system or the brake system, 
respectively, may be controlled, wherein an axially displaceable 
brake valve slide of said brake valve arrangement is arranged in 
series with and on the same axis as an axially displaceable inching 
valve slide of said inching valve arrangement, which inching valve 
slide is located more distant from the actuating part base than the 
brake valve slide, and wherein said inching valve slide is posi- 
tioned to be actuated by a transmission device, said transmission 
device being slidable on said axis in an axial direction and being in 
operative connection with the actuating part. 





6,038,859 
HYDRAULIC FLUID CIRCUIT HAVING A HYDRAULIC 
MOTOR AND A THREE-POSITION SELECTOR FOR 
SELECTING THE CIRCULATION OF FLUID 

Alain Mangano, Vieux Moulin; Bernard Allart, Crepy-en- 
Valois; Louis Bigo, Compiegne; Michel Garczarek, Borest; 
Yannick Ethet, Neuilly-Sous-Clermont; Joél Crave, Remy, 
and Philippe Peignon, Franconville, all of France, assignors 
to Poclain Hydraulics Industrie, Verberie Cedex, France 

Filed May 11, 1999, Appl. No. 309,900 
Claims priority, application France, May 13, 1998, 98 06020 
Int. Cl.’ F16D 31/02 


US. Cl. 60—436 20 Claims 





1. Hydraulic fluid circuit comprising: 

a hydraulic motor with two directions of rotation, comprising a 
stator and a rotor, in particular of the type used for driving the 
members for displacing a machine in translation, said motor 
having two principal ports respectively intended to serve for 
supply and exhaust of fluid, 

a device for immobilization of the rotor of the motor which 
comprises at least one immobilization member and means for 
urging said member into an active position in which the rotor 
is immobilized and into an inactive position in which the rotor 
is free to rotate with respect to the stator, 

hydraulic fluid circulation means, 

two principal conduits, respectively intended to be connected to 
each of the two principal ports of the motor to serve as supply 
and exhaust conduits for the motor when the latter is in 
operation, 

a device for selecting the circulation of the fluid between the 
principal ports of the motor and the principal conduits to 
which they are respectively connected, this device comprising 
a principal selector capable of occupying a rest position in 
which, the fluid pressures in the principal conduits being 
substantially equal, the circulation of fluid between the prin- 
cipal conduits and the corresponding principal ports is pre- 
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vented in the sense of exhaust; a first active position in which, 
the fluid pressure in the first principal conduit being greater 
than the fluid pressure in the second principal conduit, the 
circulation of fluid between the first principal conduit and the 
first principal port is allowed in the sense of supply while the 
circulation of fluid between the second principal conduit and 
the second principal port is allowed in the sense of exhaust; 
and a second active position in which, the fluid pressure in the 
first principal conduit being less than the fluid pressure in the 
second principal conduit, the circulation of fluid between the 
first principal conduit and the first principal port is allowed in 
the sense of exhaust while the circulation of fluid between the 
second principal conduit and the second principal port is 
allowed in the sense of supply, the selection device further 
comprising means for controlling the displacement of the 
principal selector between its three positions, wherein the 
means for controlling displacement of the principal selector 
comprise an intermediate system of selection capable of 
adopting a first configuration in which the principal selector is 
maintained in its position of rest and a second configuration in 
which the principal selector is allowed to leave its position of 
rest to adopt one or the other of its active positions, as well as 
two pilot conduits capable of being taken to the same pressure 
or to different pressures via the intermediate system of selec- 
tion, the means for controlling the displacement of the princi- 
pal selector further comprising means for controlling the 
intermediate system of selection which are connected to the 
immobilization device so that said intermediate system of 
selection is allowed to pass from its first to its second con- 
figuration only once the immobilization member has been 
urged towards its inactive position. 





6,038,860 
EXHAUST GAS RECIRCULATION METHOD FOR AN 
INTERNAL COMBUSTION ENGINE 
Brett M. Bailey, Peoria, Ill., assignor to Caterpillar Inc., Peo- 

ria, IH. 

Division of application No. 08/828,240, Mar. 31, 1997. This 

application Aug. 12, 1999, Appl. No. 372,866. 
Int. Cl.’ FO2M 25/07 


US. Cl. 60—605.2 7 Claims 














1. A method of recirculating exhaust gas in an internal combus- 
tion engine, said engine having an intake circuit including an 
intake air pressurizing device, an intake manifold, and an exhaust 
manifold, the method comprising the steps of: 

(a) recirculating a selected volume of exhaust gas to said intake 

manifold via a recirculation conduit; 

(b) diverting a flow of intake air from said intake circuit via a 

bypass conduit; and 

(c) cooling said recirculated exhaust gas in said recirculation 

conduit using said flow of diverted intake air. 
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6,038,861 
MAIN STAGE FUEL MIXER WITH PREMIXING 

TRANSITION FOR DRY LOW NO, (DLN) COMBUSTORS 
David J. Amos, and Mitchell O. Stokes, both of Orlando, Fla., 

assignors to Siemens Westinghouse Power Corporation, 

Orlando, Fla. 

Filed Jun. 10, 1998, Appl. No. 95,234 
Int. Cl.’ F02G 3/00 


U.S. Cl. 60—737 10 Claims 


1. A gas turbine combustor, comprising: 

a nozzle housing, said nozzle housing having a nozzle housing 
base, a main combustion zone located adjacent to said nozzle 
housing; 

a plurality of main nozzles, each said main nozzle extending 
through said nozzle housing and attached to said nozzle 
housing base; and 

a main stage fuel mixer, said main stage fuel mixer having a 
plurality of inlets, each said inlet adapted to receive a flow of 
gas, said main stage fuel mixer having an outlet adjacent to 
said main combustion zone, said main stage fuel mixer having 
a plurality of transition ducts, each said transition duct asso- 
ciated with one said inlet, each said transition duct providing 
fluid communication from the inlet associated with said tran- 
sition duct to said outlet. 


6,038,862 

VIBRATION DAMPER FOR A FUEL NOZZLE OF A GAS 

TURBINE ENGINE 
Jeffrey D. Melman, Simsbury, and Aaron S. Butler, Colchester, 
both of Conn., assignors to United Technologies Corpora- 

tion, Hartford, Conn. 
Filed Dec. 23, 1997, Appl. No. 996,631 
Int. Cl.’ F02C 7/24 


U.S. Cl. 60—740 6 Claims 








1. In a fuel injection nozzle for a gas turbine engine having a 
longitudinal axis, a first fuel tube, a second fuel tube having an 
inner surface, and positioned radially outwardly from said first 
tube, a vibration damper comprising: 

a sleeve engaging one of the fuel tubes; and 

at least two legs, engaging the other of said fuel tubes, each leg 

having a radial portion extending from said sleeve and a 
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resilient, longitudinally extending portion bearing against the 
inner surface of the other fuel tube to dampen vibrational 
effects betW&En said first and second fuel tubes during engine 
operation. 


6,038,863 
BURNER ARRANGEMENT FOR A GAS TURBINE FOR 
PREVENTING THE INGRESS OF FLUIDS INTO A FUEL 
PASSAGE 
Jakob Keller, Wohlen; Paul Marlow, Baden, both of Switzer- 
land; Robin McMillan, Bardney Lincolnshire, United King- 
dom, and Martin Valk, Miinchen, Germany, assignors to 
Asea Brown Boveri AG, Baden, Switzerland 
Filed Dec. 3, 1997, Appl. No. 984,688 
Claims priority, application Germany, Dec. 19, 1996, 196 52 
899 
Int. Cl.’ F23R 3/28;3/36 


U.S. Cl. 60—742 10 Claims 





1. A burner arrangement for a gas turbine, comprising: at least 
one burner arranged in a plenum of the gas turbine and including 
an inner injection space which leads into a combustion chamber 
and into which compressed air is admitted from outside the burner 
from a compressor stage of the gas turbine, a fuel lance attached to 
the burner, the fuel lance including a central liquid-fuel tube and a 
pilot-gas tube concentrically surrounding the central liquid-fuel 
tube, the central liquid-fuel tube and the pilot-gas tube having 
outlet openings in a lance head located at a tip of the fuel lance, the 
fuel lance being inserted with the lance head into an inner tube 
which is in fluid communication with the injection space of the 
burner, an outer periphery of the lance head engaging an inner 
periphery of the inner tube, the lance head including an additional 
opening in an immediate vicinity of the outlet openings of the 
tubes for the flow of compressed air into the injection space and 
the lance head including means for directing compressed air from 
the plenum to the additional opening, the means for directing 
compressed air including an intermediate space arranged upstream 
of the lance head and located between the pilot-gas tube and the 
inner tube of the burner, the intermediate space being in fluid 
communication with the plenum surrounding the burner via at least 
one inlet bore extending through the burner into the inner tube, and 
the intermediate space being connected to the additional opening 
via at least one compressed air passage directed through the lance 
head the flow of compressed air through the additional opening 
preventing ingress of hot gases or hot liquids into the outlet 
openings of the liquid-fuel and pilot-gas tubes when either of the 
respective fuels exiting the fuel lance are not in use. 
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6,038,864 
BURNER WITH ANNULAR GAP AND GAS FLOW WITH 
CONSTANT MERIDIONAL VELOCITY THROUGH THE 
ANNULAR GAP AND GAS TURBINE HAVING THE 
BURNER 
Bernd Prade, Miilheim an der Ruhr; Bernhard Schetter, Miin- 
ster, and Holger Streb, Diisseldorf, all of Germany, assignors 
to Siemens Aktiengesellschaft, Munich, Germany 
Continuation of application No. PCT/DE96/01756, Sep. 17, 
1996. This application Mar. 23, 1998, Appl. No. 47,164. 
Claims priority, application Germany, Sep. 22, 1995, 195 35 
287 
Int. Cl.’ F23R 3//4; 
US. Cl. 60—748 


F23Q 9/00 
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1. A burner, comprising: 

an inlet, an outlet, an axis, and a configuration rotationally 
symmetrical relative to said axis; 

said configuration including a curvilinear outer casing and a 
curvilinear inner casing coaxial to said outer casing; 

said configuration defining a varying annular gap between said 
casings extending from said inlet to said outlet for guiding a 
stream of oxygen-containing gas; 

said configuration having a multiplicity of nozzles disposed in 
said annular gap for supplying a fuel to the stream; 

said configuration having a swirl lattice disposed in said annular 
gap for swirling the stream; and 

said configuration guiding the swirling stream through said 
varying annular gap between said swirl lattice and said outlet 
at a substantially constant meridional velocity. 





6,038,865 
TEMPERATURE-CONTROLLED APPLIANCE 

Hideo Watanabe, Kawasaki; Motohiro Sakai, Yokohama, and 

Hirofusa Tezuka, Norboribetsu, all of Japan, assignors to 

Thermovonics Co., Ltd., Kanagawa, Japan 

Filed Jul. 16, 1997, Appl. No. 895,548 

Claims priority, application Japan, Jul. 16, 1996, 8-186434; 

Jul. 17, 1996, 8-187775; Jul. 17, 1996, 8-187780 
Int. Cl.’ F25B 2//02 


U.S. Cl. 62—3.6 28 Claims 





1. In a temperature-controlled appliance provided with a plural- 
ity of mutually-independent temperature-controlled compartments 
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arranged close to each other, the improvement wherein each of said 
temperature-controlled compartments comprises: 

a casing formed of a heat-insulating layer; 

a thermal conductor arranged in said casing and provided with a 
heat-conducting surface located opposite a storage space in 
said casing; 

a Peltier device thermally connected with said thermal conduc- 
tor; 

a power supply for feeding electric power to said Peltier device; 

a controller for controlling electric power to be fed to said 
Peltier device so that a temperature in said casing is con- 
trolled; and 

a heat-dissipating system or a heat-absorbing system to which 
said individual temperature-controlled compartments are 
commonly connected such that a heat transfer medium is 
forcedly circulated through said heat-dissipating system or 
said heat-absorbing system. 


6,038,866 
CRYOGENIC REFRIGERATING MACHINE AND 
CONTROL METHOD THEREFOR 
Masakazu Okamoto, and Toshiyuki Kurihara, both of Osaka, 
Japan, assignors to Daikin Industries, Ltd., Osaka, Japan 
PCT No. PCT/JP97/03145, § 371 Date May 4, 1998, § 102(e) 
Date May 4, 1998, PCT Pub. No. W098/11394, PCT Pub. 
Date Mar. 19, 1998 
PCT Filed Sep. 5, 1997, Appl. No. 68,020 
Claims priority, application Japan, Sep. 13, 1996, 8-242866 
Int. Cl.’ F25B 9/00 
5 Claims 
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1. A cryogenic refrigerating machine comprising a displacer for 
dividing an inner space of a cylinder into plural expansion spaces, 
the displacer reciprocating to expand high-pressure working gas 
supplied to the expansion spaces and discharge the expanded 
low-pressure working gas from the expansion spaces to the outside 
of the cylinder, thereby producing a cold condition at an extremely 
low temperature level, 

an intermediate-pressure room set at an intermediate pressure 

between a high pressure and a low pressure of the working 
gas, with the displacer configured to reciprocate by a differ- 
ence in gas pressures between a pressure room communicat- 
ing with the intermediate-pressure room and a pressure room 
of the expansion spaces wherein 

a time period for discharging the low-pressure working gas in 

one reciprocation cycle of the displacer is set larger than a 
time period for supplying the high-pressure working gas in 
the same reciprocation cycle. 
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6,038,867 
WIDE MULTILAYER INSULATING BLANKETS FOR 
ZERO BOILOFF SUPERCONDUCTING MAGNET 

William Louis Einziger; Phillip William Eckels, and Michael 

Loren Creel, all of Florence, S.C., assignors to General 

Electric Company, Milwaukee, Wis. 

Filed Jul. 31, 1998, Appl. No. 127,499 
Int. Cl.’ F17C 1/00 


U.S. Cl. 62—45.1 14 Claims 


1. For use in a superconducting magnet including a vacuum 
vessel surrounding a radiation shield and a cryogen pressure vessel 
suitable for magnetic resonance imaging, thermal insulation 
including: 

a plurality of thermally insulating multi-layer blankets posi- 
tioned adjacent each other within said vacuum vessel and 
outside said cryogen pressure vessel to assist in maintaining 
the cryogenic low superconducting temperatures within said 
superconducting magnet; 

each blanket comprising a plurality of spaced layers of low 
thermal emissivity material separated by low conductivity 
spacer material secured together and adjacent edges forming a 
seam with joints which are offset in successive layers of said 
blankets; and 

low emissivity adhesive strips overlay the adjacent areas of a 
plurality of adjacent layers of adjacent blanket ends at said 
joints closing said secured seams to direct heat transfer to 
minimize heat transfer through said multi-layer blankets. 





6,038,868 
FREEZER APPARATUS 

Michael B. Pooley, London; Carl N. Strotton, Bognor Regis, 

both of United Kingdom, and David G. Wardle, Bridgewater, 

N.J., assignors to The BOC Group pic, Windlesham, United 

Kingdom 

Filed Apr. 17, 1998, Appl. No. 62,603 

Claims priority, application United Kingdom, Apr. 28, 1997, 

9708496 
Int. Cl.’ F25D /3/06 

U.S. Cl. 62—63 10 Claims 

1. An apparatus for freezing food products comprising an insu- 
lated enclosure, means for maintaining the interior of the enclosure 
below ambient temperature and means for conveying products 
through the enclosure via an inlet and an outlet thereof so as to 
reduce the product temperature, a canopy defining a cryogen spray 
zone being provided at the enclosure inlet, a means, disposed 
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within the canopy, for spraying the products with a breathable 
liquid cryogen as they are conveyed through the spray zone and 
into the enclosure and a directing means for directing at least some 
of the liquid cryogen, which is vaporized after coming into contact 
with the products in the canopy, so as to introduce at least some of 
the vaporized cryogen into the enclosure adjacent the outlet 
thereof. 


6,038,869 
METHOD AND APPARATUS FOR MAKING SPHERICAL 
ICE PARTICLES 
Yoon Pyo Lee; Chun Sik Lee; Kwang Ho Kim; Jong Soo 
Jurng; Young Ii Kim; Hung Tae Shin, all of Seoul, and Hee 
Suk Han, Soowon-si, all of Rep. of Korea, assignors to Korea 
Institute of Science and Technology, Seoul, Rep. of Korea 
Filed Oct. 29, 1998, Appl. No. 181,921 
Claims priority, application Rep. of Korea, Oct. 31, 1997, 
97-57006 
Int. Cl.’ F25B /9/00 
U.S. Cl. 62—100 
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1. An apparatus for making spherical ice particles, the apparatus 

comprising: 

a water feed pump; 

a vacuum chamber having at least one nozzle inside thereof, said 
nozzle connected to said water feed pump for spraying water 
droplets; 

at least one booster connected to said vacuum chamber for 
discharging water vapor vaporized from the water droplets in 
the vacuum chamber and for compressing the discharged 
water vapor, thereby maintaining a predetermined pressure 
within the vacuum chamber; 

a condenser for condensing the water vapor compressed by said 
booster; and 

a vacuum pump connected to said condenser for removing 
noncondensable gases from the condenser. 





OFFICIAL GAZETTE 


6,038,870 
DEVICE FOR MONITORING THE PREVAILING 
TEMPERATURE IN AN ENCLOSURE SUCH AS A 
HOUSEHOLD REFRIGERATOR 

Gérard Tiby, Sucy-en-Brie, France, assignor to Premark Feg 
L.L.C., Wilmington, Del. 

PCT No. PCT/FR95/01482, § 371 Date May 9, 1997, § 102(e) 
Date May 9, 1997, PCT Pub. No. WO96/15432, PCT Pub. 
Date May 23, 1996 

PCT Filed Nov. 9, 1995, Appl. No. 837,000 
Claims priority, application France, Nov. 10, 1994, 94 13580 
Int. Cl.’ G01K 13/00 


U.S. Cl. 62—129 8 Claims 


1. A device for checking the temperature within an enclosure, 
whenever this temperature has to be maintained within an allowed 
range between two predetermined extreme values said device 
comprising a container having a transparent wall and two separate 
materials giving rise respectively to changes of state at the tem- 
peratures equal to these two extreme values, the two separate 
materials being contained in the container such that detection of 
the respective states of these two separate materials can be deter- 
mined through the wall of the container wherein the two separate 
materials are immiscible and are contained in the same compart- 
ment. 





6,038,871 
DUAL MODE CONTROL OF A VARIABLE 
DISPLACEMENT REFRIGERANT COMPRESSOR 

Ernesto Jose Gutierrez, Amherst; Charles Andrew Archibald, 
Lockport; Christopher M. Kachur, Amherst, all of N.Y., and 
Giles M. Brandon, Bascharage, Luxembourg, assignors to 

General Motors Corporation, Detroit, Mich. 

Filed Nov. 23, 1998, Appl. No. 197,963 
Int. Cl.’ B6OH //32; F25B 1/00 


US. Cl. 62—133 10 Claims 
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1. A method of operation for an engine driven refrigerant com- 
pressor of an automotive air conditioning system, the compressor 
having a displacement that is controlled in accordance with an 
electrical displacement control signal developed in response to a 
cooling demand signal, the method comprising the steps of: 

detecting a driven speed of the compressor; 
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generating a feedback signal indicative of a cooling effect actu- 
ally produced by said air conditioning system; 

developing the displacement control signal in accordance with a 
first control mode when the detected compressor speed is 
within a normal speed range, the first control mode being 
effective to set the displacement control signal at a normal 
control value selected to bring the feedback signal into corre- 
spondence with the cooling demand signal; and 

developing the displacement control signal in accordance with a 
second control mode when the detected compressor speed is 
in a high speed range above said normal speed range, the 
second control mode being effective to (1) set the displace- 
ment control signal at an alternate value based on the detected 
compressor speed without regard to said cooling demand 
signal, and (2) modify a control parameter of said first control 
mode so that said normal control value matches said alternate 
value. 





6,038,872 
FROST DETECTING DEVICE 


Toshiyuki Nojiri, and Shinichi Saito, both of Tokyo, Japan, 


assignors to Ishizuka Electronics Corporation, Tokyo, Japan 


PCT No. PCT/JP96/03486, § 371 Date Jun. 12, 1998, § 102(e) 


Date Jun. 12, 1998, PCT Pub. No. WO97/24568, PCT Pub. 
Date Jul. 10, 1997 
PCT Filed Nov. 28, 1996, Appl. No. 91,102 
Claims priority, application Japan, Dec. 28, 1995, 7-343975 
Int. Cl.’ F25D 2//02 


U.S. Cl. 62—140 5 Claims 
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1. A frost detecting device, comprising: a frost detector includ- 
ing a detecting thermal sensitive element and a compensating 
thermal sensitive element, the thermal sensitive element and the 
compensating thermal sensitive element being disposed in a heat 
conducting metal housing, the housing being partitioned to sepa- 
rate the interior into first and second chambers, the first chamber 
housing the thermal sensitive element and the second chamber 
housing the compensating thermal sensitive element, the first 
chamber being formed with slits which are adapted so that cold air 
flow thereinto and can be blocked by the formation of frost; 

an amplifier circuit for amplifying an output signal from the 
frost detector; 

a comparator circuit for comparing an output voltage from the 
amplifier circuit with a set voltage from a voltage setting 
circuit; 

an operation detecting circuit for detecting operating conditions 
of a compressor and a cooling fan; and 
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a judging circuit for detecting existence of frost in accordance 


with output voltages from the operation detecting circuit and 
the comparator circuit. 


6,038,873 
AIR CONDITIONER CAPABLE OF CONTROLLING AN 
AMOUNT OF BYPASSED REFRIGERANT ACCORDING 
TO A TEMPERATURE OF CIRCULATING 
REFRIGERANT 
Hyoung Mo Koo, Suwon, Rep. of Korea, assignor to SamSung 
Electronics Co., Ltd., Kyungki-do, Rep. of Korea 
Filed Dec. 23, 1998, Appl. No. 219,520 
Claims priority, application Rep. of Korea, Apr. 30, 1998, 
98-15671 
Int. Cl.’ F25B 41/00 


U.S. Cl. 62—196.4 2 Claims 
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1. An air conditioner comprising: 

an outdoor unit having a compressor for compressing refriger- 
ant, and an outdoor heat exchanger for exchanging heat of the 
refrigerant supplied from the compressor with outdoor air; 

a plurality of indoor units respectively having an indoor heat 
exchanger for exchanging heat of the refrigerant supplied 
from the outdoor heat exchanger with indoor air; 

a bypass pipe connecting the outdoor heat exchanger with the 
compressor so as to bypass a part of the refrigerant supplied 
to the outdoor heat exchanger into the compressor; 

a bypass valve for controlling an opening degree of the bypass 
pipe; 

a temperature sensor for sensing a temperature of the refrigerant 
circulating from the indoor heat exchanger to the compressor; 
and 
control part for controlling the bypass valve so that the 
opening degree of the bypass pipe decreases as the tempera- 
ture of the refrigerant sensed by the temperature sensor 
increases. 


6,038,874 
REFRIGERATION CIRCUIT HAVING SERIES 

EVAPORATORS AND MODULATABLE COMPRESSOR 
Nicholas R. van der Walt, and Reuven Z. Unger, both of 

Athens, Ohio, assignors to Sunpower, Inc., Athens, Ohio 
Division of application No. 08/690,226, Jul. 19, 1996, Pat. No. 
5,715,693. This application Sep. 12, 1997, Appl. No. 928,873. 

Int. Cl.’ F25B 41/00 

U.S. Cl. 62—198 5 Claims 

1. A method for cooling a plurality of masses to different 

temperatures, the method comprising: 

(a) pumping compressed refrigerant through a plurality of 
evaporators in a vapor compression cycle refrigeration circuit, 
at least one evaporator being in thermal connection to each 
mass, and directing the flow along a series path through a first 
evaporator in thermal connection with the lower temperature 
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mass and from the first evaporator through a second evapora- 
tor in thermal connection with a higher temperature mass; and 

(b) modulating the flow rate of said pumping of the refrigerant 
to a rate at which substantially all the refrigerant entering the 
second evaporator is vapor to obtain a flow rate which opti- 
mizes operating efficiency. 


6,038,875 
VAPOR COMPRESSION SYSTEM 
Geoffrey Gordon Haselden, Leeds, United Kingdom, assignor 
to BTG International Inc., Gulph Mills, Pa. 

Continuation of application No. 08/878,556, Jun. 19, 1997, 
abandoned, which is a continuation of application No. PCT/ 
GB95/02982, Dec. 20, 1995. This application Feb. 8, 1999, 
Appl. No. 245,910. 

Claims priority, application United Kingdom, Dec. 23, 1994, 
9426207; Jun. 20, 1996, 9612962 
Int. Cl.’ F25B 41/04;43/00 


U.S. Cl. 62—218 41 Claims 


1. A vapour compression system in which a quantity of a 
refrigerant circulates between at least two pressure levels in a 
condenser and an evaporator respectively, comprising: 

(a) a compressor for increasing the pressure of refrigerant 

vapour; 

(b) a condenser for high pressure refrigerant vapour received 
from the compressor; 

(c) an expansion device across which the pressure differential 
between the condenser and the evaporator is maintained, to 
control the withdrawal of liquid refrigerant from the con- 
denser according to the volume of liquid refrigerant that is 
within or behind it; 
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(d) an evaporator for liquid refrigerant received from the con- 
denser; 

(e) a low pressure receiver into which refrigerant is discharged 
from the evaporator, the receiver including a reservoir into 
which liquid refrigerant discharged from the evaporator col- 
lects; 

a vapour withdrawal conduit through which vapour is withdrawn 
from the receiver for supply to the compressor; 

(g) a liquid withdrawal conduit through which vapour is with- 
drawn from the reservoir into the compressor; and 

(h) means for controlling the rate of removal of liquid refrigerant 
from the reservoir in proportion to the amount of refrigerant 
that is removed from the receiver as vapour, 

so that under steady conditions the total flow of refrigerant from 
the means (h) supplied to the compressor (a) will have a controlled 
wetness, and being a closed system the liquid content of the 
evaporator discharge will have the same wetness which can be 
sufficient to ensure that substantially the entire heat exchange 
surface of the evaporator remains wet. 


6,038,876 
MOTOR VEHICLE AIR-CONDITIONING SYSTEM 

Feng Lang, Nanhai, China, assignor to Prime Hill Development 

Limited, Kowloon, The Hong Kong Special Administrative 

Region of the People’s Republic of China 

Filed Jan. 21, 1998, Appl. No. 9,898 
Int. Cl.’ F25B 27/02 

U.S. Cl. 62—238.4 

















17. An air-conditioning system for a motor vehicle having an 
exhaust pipe dispensing engine exhaust gas, the air-conditioning 
system comprising: 

a container for containing a liquid coolant; 

a heat exchanger connected to the container and located inside 
the exhaust pipe for vaporizing the coolant and having a 
plurality of longitudinally extending hollow cores defining 
separate paths for the exhaust gas and the coolant and gaps 
between adjacent cores; 

a pump for driving the coolant through the heat exchanger; 

a jet device having a side opening and incorporating a nozzle 
adjacent to the side opening for producing a jet of a first part 
of the coolant supplied from the container and passing 
through the nozzle, thereby creating a negative pressure at the 
side opening; and 

an evaporator having an inlet for entry of a second part of the 
coolant, distinct from the first part of the coolant, from the 
container, and a side opening connected to the side opening of 
the jet device for application of the negative pressure, thereby 
evaporating the second part of the coolant in the evaporator to 
produce a cooling effect for cooling air supplied into a cabin 
of the motor vehicle having the exhaust pipe. 
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6,038,877 
MODULAR LOW PRESSURE DELIVERY VEHICLE AIR 
CONDITIONING SYSTEM 

Larry Peiffer, Whitewater, Wis.; Terry Zeigler, Byron, and 

William G. Guo, Davis Junction, both of Ill., assignors to 

Bergstrom, Inc., Rockford, Ill. 

Filed May 22, 1998, Appl. No. 83,303 
Int. Cl.’ B60H 1/32 


U.S. Cl. 62—244 9 Claims 

















1. An air conditioning system for a passenger compartment of an 


over-the-road or off-road vehicle, comprising: 
a high pressure refrigeration power cell located in the passenger 
compartment, 
at least one low pressure refrigeration circuit in thermal commu- 
nication with said high pressure refrigeration power cell, said 
low pressure refrigeration circuit including a heat exchanger 
located externally of the passenger compartment for transmit- 
ting thermal energy communicated from said high pressure 
refrigeration power cell; and 
wherein said refrigeration power cell further comprises: 
a compressor; 
an expansion device; 
an evaporator; and 
wherein said compressor, condenser, expansion device, and 
evaporator are serially coupled by fixed tubing having 
permanent connections to form a high pressure closed 
refrigeration circuit. 


6,038,878 
METHOD AND APPARATUS FOR COOLING 
ELECTRICAL COMPONENTS 
Dennis M. Pfister, Conway, and Charles M. Byrd, Maumelle, 
both of Ark., assignors to Sun Microsystems, Inc., Palo Alto, 

Calif. 

Continuation of application No. 08/821,258, Mar. 20, 1997, 
Pat. No. 5,855,119, which is a continuation-in-part of applica- 
tion No. 08/811,759, Mar. 6, 1997, Pat. No. 5,855,121, which is 

a continuation of application No. 08/533,153, Sep. 20, 1995, 
abandoned. This application Dec. 1, 1998, Appl. No. 203,080. 

This patent is subject to a terminal disclaimer. 
Int. Cl.’ F25D 23//2; F25B 17/08 
U.S. Cl. 62—259.2 49 Claims 

21. An apparatus for cooling an electrical component which 
comprises: 

at least one sorber containing a sorbent; 

a condenser in fluid communication with the sorber; 
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an evaporator in fluid communication with both the sorber and 
the condenser and coupled in heat-exchange relation to the 
electrical component; 

wherein a sorbate which has been condensed in the condenser is 
evaporated in the evaporator, thereby absorbing heat from the 
electrical component, and then adsorbed onto the sorbent; 

an electromagnetic wave generator coupled to the sorber; 

wherein the sorbate is desorbed from the sorbent by the electro- 
magnetic waves and then condensed in the condenser; 

wherein the desorption of the sorbate from the sorbent is prima- 
rily isothermal. 





6,038,879 
COMBINED AIR EXCHANGE AND AIR CONDITIONING 
UNIT 
Yvon Turcotte, 1120 des Pinsons, Boucherville, Québec, 
Canada, J4B 6H1, and Alain Coulombe, Montreal, Canada, 
assignors to Yvon Turcotte, Canada 
Continuation of application No. 08/512,667, Aug. 8, 1995, 
abandoned. This application Jun. 4, 1997, Appl. No. 868,749. 
Int. Cl.’ F25B 29/00 


U.S. Cl. 62—325 18 Claims 














1. A combined air exchange and air conditioning unit for condi- 
tioning air in a conditioned space, the unit comprising: 

an exhaust air chamber having an air outlet for connection with 
an air exhaust location outside the conditioned space; 

an exhaust blower means for drawing air from inside the exhaust 
air chamber through the air outlet, thereof; 

a return air chamber having an air intake for connection with at 
least one air return location in the conditioning space; 

a supply air chamber having an air outlet for connection with at 
least one air supply location in the conditioned space; 

a supply blower means for drawing air from inside the supply air 
chamber through the air outlet thereof; 

a fresh air chamber having an air intake for connection with a 
fresh air location outside the conditioned space and remote 
from the air exhaust location; 


GENERAL AND MECHANICAL 
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a damper means for regulating air transfers between the cham- 
bers, the damper means being movable within a position 
range defined between a first and a second extreme position, 
the chambers being connected in pairs independent from one 
another when the damper means is in the first or second 
extreme position, the first extreme position allowing a con- 
nection of the return air chamber with the supply air chamber 
and a connection of the fresh air chamber with the exhaust air 
chamber, the second extreme position allowing a connection 
of the return air chamber with the exhaust air chamber and a 
connection of the fresh air chamber with the supply air 
chamber; 

an actuating means for moving the damper means within the 
position range; 

a heat pump means for reversibly transferring heat between air 
to be d:awn by the exhaust blower means, and air to be drawn 
by the supply blower means, the heat pump means compris- 
ing: 

a first heat exchanger means for exchanging heat with air to 
be drawn by the exhaust blower means; 

a second heat exchanger means for exchanging heat with air 
to be drawn by the supply blower means; 

a control means for controlling the actuating means and the 
heat pump means. 





6,038,880 
REFRIGERATOR HAVING A DEVICE FOR 

GENERATING AN AIR CURTAIN 

Min-Jung Oh, Incheon, Rep. of Korea, assignor to Daewoo 
Electronics Co., Ltd., Seoul, Rep. of Korea 
Filed Jun. 6, 1997, Appl. No. 867,425 
Int. Cl.’ F25D 1/7/08 

U.S. Cl. 62—408 


1. A refrigerator having a cabinet forming a cooling compart- 
ment which has an open side, a door for opening/closing an 
opening of said cooling compartment, and an evaporator for gen- 
erating cool air, said refrigerator comprising: 

a cool air duct having ports at both ends which are opened at 
areas adjacent to said evaporator and the opening of said 
cooling compartment respectively; 

a blowing fan installed in said cool air duct, said blowing fan 
being capable of blowing bilaterally along a longitudinal 
direction of said cool air duct; 

a means for sensing whether said door is opened or closed; and 

a control part for controlling said blowing fan in order to convert 
a blowing direction according to sensing results of said sens- 
ing means, whereby an air curtain for shutting off the opening 
of said cooling compartment is generated by discharging the 
cool air from said evaporator through the port opened in said 
cooling compartment when said door is opened, and air in 
said cooling compartment is drawn into said cool air duct 
through the port opened in said cooling compartment when 
said door is closed. 





OFFICIAL GAZETTE 


6,038,881 
ADSORBENT UNIT FOR AIR CONDITIONING SYSTEM 
Patrick M. Murray, Lockport, N.Y., assignor to Multisorb 
Technologies, Inc., Buffalo, N.Y. 
Filed Apr. 7, 1998, Appl. No. 56,318 
Int. Cl.’ F25B 43/00; BO1D 39/02 


U.S. Cl. 62—474 5 Claims 


1. In a vehicle air conditioning system having a compressor, a 
condenser coupled to said compressor, an evaporator coupled to 
said condenser, and an accumulator coupled between said evapo- 
rator and said compressor: an adsorbent unit in said accumulator, 
said adsorbent unit including a casing and adsorbent in said casing, 
said casing being fabricated of spun bonded polyester fabric means 
which does not produce a thumping noise emanating from the 
accumulator when the compressor is cycled on. 


6,038,882 
ABSORPTION CHILLER-HEATER AND METHOD FOR 
FORMING INITIAL ANTICORROSIVE FILM THEREFOR 
Tetsuo Kuroda, Tokyo; Matsuho Miyasaka, and Norio Taka- 
hashi, both of Kanagawa-ken, all of Japan, assignors to 
Ebara Corporation, Tokyo, Japan 
Filed Oct. 22, 1998, Appl. No. 177,113 
Claims priority, application Japan, Oct. 24, 1997, 9-309569; 
Oct. 19, 1998, 10-296847 
Int. Cl.’ F25B 41/00 


U.S. Cl. 62—476 10 Claims 


6. A process for forming an initial anticorrosion film in an 
absorption chiller-heater having steel parts and containing an 
absorbent solution comprising lithium bromide as its main compo- 
nent and containing a lithium molybdate corrosion inhibitor, the 
process comprising assembling an absorption chiller-heater, 
wherein at least part of the steel parts of the absorption chiller- 
heater contacting with an absorbent solution at a temperature of 
higher than 100° C. include a bare metal surface having an arith- 
metic mean surface roughness of not more than 1.0 ym; introduc- 
ing into the assembled chiller-heater an absorbent solution com- 
prising lithium bromide as its main component and containing a 
lithium molybdate corrosion inhibitor dissolved in the solution at a 
level of 450-750 ppm; and conducting an initial anticorrosion film 
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forming operation by operating the chiller-heater at a condition 
such that amount of the lithium molybdate dissolved in the absor- 
bent solution contained in the chiller-heater is maintained at not 
less than 200 ppm, to thereby form a lithium molybdate film 
having high anticorrosive power on the surface of the steel parts in 
the chiller-heater. 


6,038,883 
ELECTROMAGNETIC WAVE-ACTIVATED SORPTION 
REFRIGERATION SYSTEM 
Dennis M. Pfister, Conway, and Charles M. Byrd, Maumelle, 
both of Ark., assignors to Sun Microsystems, Inc., Palo Alto, 

Calif. 

Continuation of application No. 08/821,257, Mar. 20, 1997, 
Pat. No. 5,842,356, which is a continuation-in-part of applica- 
tion No. 08/811,759, Mar. 6, 1997, Pat. No. 5,855,121, which is 

a continuation of application No. 08/533,153, Sep. 20, 1995, 
abandoned. This application Nov. 5, 1998, Appl. No. 186,846. 

This patent is subject to a terminal disclaimer. 
Int. Cl.’ F25B 17/08 


U.S. Cl. 62—480 13 Claims 





4. A refrigeration system capable of providing cooling during at 
least a portion of a repeatable refrigeration cycle, the refrigeration 
system comprising: 

at least one sorber having a housing forming an enclosure; 

a sorbent located within the enclosure; 

an evaporator in fluid communication with the enclosure; 

wherein a sorbate is evaporated in the evaporator to provide a 

cooling effect and then adsorbed by the sorbent; 
an electromagnetic wave generator coupled to the sorber; 
wherein during a desorb portion of the refrigeration cycle the 
sorbate is desorbed from the sorbent by the electromagnetic 
waves generated by the electromagnetic wave generator; 

wherein the desorption of the sorbate from the sorbent is prima- 
rily isothermal; and 

a controller for controlling the operation of the electromagnetic 

wave generator; 

wherein the electromagnetic wave generator is selectively acti- 

vated and deactivated to initiate and terminate, respectively, 
the desorb portion of the refrigeration cycle. 





6,038,884 
AIR-CONDITIONING CONDENSER PROVIDED WITH 
AN EXCHANGEABLE FLUID RESERVOIR 

Laurent Dabrowski, Versailles, France, assignor to Valeo Ther- 

mique Moteur, La Verriere, France 

Filed Nov. 4, 1998, Appl. No. 185,757 
Claims priority, application France, Nov. 5, 1997, 97 13919 
Int. Cl.’ F25B 39/04 

U.S. Cl. 62—509 17 Claims 

1. A condenser for an air conditioning device, comprising a 
header box a base secured to the header box and an elongate 
intermediate reservoir fixed to said base for the treatment and 
accumulation of a fluid, said base having a first and a second 
connecting pipes for the transfer of fluid between the header box 
and the intermediate reservoir, the intermediate reservoir having a 
first and a second ends and an axial thread substantially near said 





Marcu 21, 2000 








first end which cooperates with said base for fixing the intermedi- 
ate reservoir, said connecting pipes extending to a point opposite 
said first end. 


6,038,885 
AIR SEPARATION PROCESS 

Horst Corduan, Puchheim, and Stefan Lochner, Grafing, both 

of Germany, assignors to Linde Aktiengesellschaft, Germany 

Filed Jul. 30, 1998, Appl. No. 126,150 

Claims priority, application Germany, Jul. 30, 1997, 197 32 

887 
Int. Cl.’ F253 3/00 


U.S. Cl. 62—653 18 Claims 
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1. A process for the low-temperature separation of air by recti- 

fication, comprising the acts of: 

(A) cooling compressed, charged air in a main heat exchanger 
and directing it to a rectifying system; 

(B) storing in a tank a liquid fraction obtained from the rectify- 
ing system; 

(C) removing at least a first portion of the liquid fraction from 
the tank and placing the first portion under an increased 
pressure; 

(D) during normal operation, under an increased pressure, heat- 
ing the liquid fraction in a preheat exchanger and then evapo- 
rating the liquid fraction in the main heat exchanger, yielding 
a product gas at an increased pressure; 

(E) during an operating disturbance, removing from the tank at 
least a second portion of the liquid fraction, evaporating and 
using the second portion for an emergency supply; and 

(F) during normal operation, heating the liquid fraction, placed 
under the increased pressure, in an indirect heat exchange in 
the preheat exchanger with a fraction obtained in the rectify- 
ing system. 


GENERAL AND MECHANICAL 


6,038,886 
MOLD SUPPORT FRAME ASSEMBLY HAVING 
THERMALLY STABLE CENTER 
Paul D. Ducat, Perrysburg, Ohio, assignor to Glasstech, Inc., 
Perrysburg, Ohio 
Filed Aug. 19, 1998, Appl. No. 136,639 
Int. Cl.’ CO3B 35//4 


U.S. Cl. 65—273 18 Claims 


1. A mold support frame for providing a thermally stable center 
for a hot glass sheet forming operation performed within a heated 
chamber, the mold support frame comprising: 

a base supported externally of the heated chamber; 

a pair of legs extending from the base into the heated chamber in 

a spaced relationship from each other; 

a mold positioning member extending between and supported by 
the pair of legs within the heated chamber, and the mold 
positioning member having a mold centering location 
between the pair of legs; and 
linkage extending between the pair of legs and having a 
connection to the mold positioning member at the mold 
centering location such that thermal expansion and contrac- 
tion of the mold positioning member upon heating and cool- 
ing takes place with the mold centering location remaining 
generally stationary with respect to the base. 


6,038,887 
APPARATUS AND METHOD FOR FORMING GLASS 
SHEETS 
Michael J. Vild, Toledo, and Paul D. Ducat, Perrysburg, both 
of Ohio, assignors to Glasstech, Inc., Perrysburg, Ohio 
Filed Aug. 19, 1998, Appl. No. 136,641 
Int. Cl.’ CO3B 21/00;23/00;23/02;11/00;29/00 
U.S. Cl. 65—273 15 Claims 


1. Glass sheet forming apparatus, comprising: 

a topside transfer platen having a downwardly facing surface for 
receiving a heated glass sheet to be formed; 
mold support frame assembly for supporting a mold for 
translational and rotational movement between an upper posi- 
tion adjacent the downwardly facing surface of the topside 
transfer platen to receive the heated glass sheet therefrom for 
forming and a lower position where the glass sheet is posi- 
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tioned below the topside transfer platen and has a different 
orientation due to the rotational component of the movement; 
and 

a track for supporting the mold support frame assembly for 
horizontal movement to and from the lower position below 
the topside transfer platen. 





6,038,888 

APPARATUS FOR DELIVERING GLASS GOBS IN A 

GLASS FORMING MACHINES 

Robin L. Flynn; Dan M. Hayes, both of Waterville, and George 
A. Nickey, Maumee, all of Ohio, assignors to Owens- 

Brockway Glass Container Inc., Toledo, Ohio 
Filed Sep. 25, 1997, Appl. No. 937,743 

Int. Cl.’ C03B 9/40; 13/16 
U.S. Cl. 65—304 
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1. A deflector for conveying gobs of molten glass to an inlet to a 
blank mold of a glass container forming machine of the individual 
section type, said deflector comprising, in combination: 

an elongate member, said elongate member being generally 

U-shaped in cross-section, said elongate member having a 
curved portion extending between an upper elevation near an 
inlet to the deflector to a lower elevation near an outlet from 
the deflector; and 

cover, said cover being resiliently secured to said elongate 
member at a location near the outlet from said elongate 
member to provide a passage within said elongate member 
that is variable in depth. 


COOLING SYSTEM FOR A GLASSWARE MACHINE 
Terry E. Hartman, Northwood, Ohio; Herbert C. Kroh, 
LaSalle, and David E. Crots, Ottawa Lake, both of Mich., 
assignors to Libbey Glass Inc., Toledo, Ohio 
Filed Apr. 14, 1999, Appl. No. 291,747 
Int. Cl.’ CO3B ///12 
U.S. Cl. 65—319 10 Claims 

1. A cooling system for a glassware machine comprising: 

a glassware machine having a plunger having a longitudinal 
axis, a mold having a longitudinal axis and a valve having a 
longitudinal axis; 

a supply of fluid; said mold positioned between said plunger and 
said valve such that said longitudinal axis of said plunger, said 
valve, and said mold are each longitudinally aligned with one 
another 
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said plunger including a chamber in communication with said 
supply of fluid, said plunger including a plunger cooling tube 
positioned in said chamber, said plunger cooling tube defining 
a plurality of spaced grooves for guiding fluid in said chamber 
to cool said plunger; 

said mold including a fluid recess in communication with said 
supply of fluid, said mold defining a plurality of fluid chan- 
nels in communication with said recess for guiding fluid in 
said mold to cool said mold; and 

said valve including a valve chamber in communication with 
said supply of fluid, said valve including a valve cooling tube 
positioned in said valve chamber for guiding fluid in said 
valve chamber to cool said valve. 





6,038,890 
CIRCULAR KNITTING MACHINE SHUT-DOWN 
POSITIONING AND NEEDLE/FEEDER POSITION 
CONTROL METHOD 
Ping-Shin Wang, Taipei, Taiwan, assignor to Pai Lung Machin- 
ery Mill Co., Ltd., Taipei, Taiwan 
Filed Aug. 17, 1998, Appl. No. 134,956 
Int. Cl.’ DO4B 35/10 


U.S. Cl. 66—157 4 Claims 








1. A circular knitting machine position control method in which 
an output signal of a point of origin of a needle cylinder, and a 
point of origin of an encoder, are input into a pulse generator and 
then a signal processed by the pulse generator is input to a main 
control circuit for controlling positioning of the circular knitting 
machine and a position of a first needle and a first feeder, compris- 
ing the steps of: 

obtaining a first signal and a second signal of 90° phase differ- 

ence from the encoder, and then respectively inputting the 
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first signal and the second signal into a triggering circuit, so as 
to obtain four signals; 

processing the four signals obtained from said triggering circuit 
through a mixer to obtain a forward pulse signal, 

processing the forward pulse signal through a reverse pulse 
processing circuit to obtain a reversed pulse signal, 

processing the reversed pulse signal obtained from said reverse 
pulse processing circuit through a compensation circuit to 
obtain a forwardly reversely processed pulse signal, 

combining, in a needle position processing circuit, the forwardly 
reversely processed pulse signal obtained from said compen- 
sation circuit with a point of origin signal representative of a 
point of origin of the needle cylinder to obtain a control signal 
representative of a distance between the point of origin of the 
needle cylinder and a point of origin of the encoder, and 

inputting the control signal into a main control circuit of the 
circular knitting machine so as to obtain a real position of the 
first needle of the circular knitting machine. 


6,038,891 
SECURITY HOLE FASTENING DEVICE 
Greg Zeren, Redwood City, and Jay S. Derman, Redondo 
Beach, both of Calif., assignors to ACCO Brands, Inc., Lin- 
colnshire, Il. 

Continuation-in-part of application No. 08/825,213, Mar. 27, 
1997, Pat. No. 5,787,739. This application Mar. 26, 1998, 
Appl. No. 48,874. 

This patent is subject to a terminal disclaimer. 

Int. Cl.’ ESB 69/00 


GENERAL AND MECHANICAL 








a latch member movable by the keylock to a locked position 
where a portion of the housing frame retains the latch 
member to lock the door to the housing frame; 

a securing device attached to the keylock device, wherein when 
the door is in a closed position, the securing device engages a 
corresponding structure of the housing frame to secure the 
door to the housing frame independent of the keylock being in 
a locking position; 

wherein the securing device is a ball stud having a threaded 
portion screwed into the keylock. 





6,038,893 


LOCKOUT DEVICE 
Rocky E. Neeley, and James N. Lane, both of Rio Rancho, N. 
Mex., assignors to Neelchine Engineering, Inc., Albuquer- 
que, N. Mex. 

Continuation-in-part of application No. 08/845,680, Apr. 25, 
1997, which is a continuation-in-part of application No. 
08/656,403, May 31, 1996, which is a continuation-in-part of 
application No. 08/317,127, Oct. 3, 1994, Pat. No. 5,664,447. 
This application Apr. 15, 1998, Appl. No. 60,966. 

This patent is subject to a terminal disclaimer. 

Int. Cl.’ F16K 35/00 


US. Cl. 70—58 18 Claims 


U.S. Cl. 70—175 21 Claims 


12. A method of fastening a device to equipment subject to theft 
and provided with a security slot in an equipment shell, wherein 
said device comprises at least one insert plate having a security slot 
locking member, and a saddle having two flaps complementary to 
said insert plate and a bridge coupling said flaps such that the 
bridge and the flaps define a U-shape, said plate and said flaps 
having an aperture, said method comprising: 
inserting said locking member into the security slot; 
transitioning said locking member into a locking mode wherein 
said locking member engages an inside surface of said shell; 

straddling said U-shaped saddle over said insert plate so that an 
inside surface of each flap juxtaposes an opposite side of said 
plate to thereby secure said device to said equipment. 


1. A lockout apparatus for use with an energy controlling appa- 
ratus, such as a valve or regulator, having a rotatable shaft that may 
be manually set at a desired position to control the flow of energy 
through said apparatus, the device preventing further rotation of 
the shaft, comprising: 

a generally cylindrical handle body having an opening at a lower 





6,038,892 
COMBINATION KEYLOCK DEVICE AND SECURING 
DEVICE 


Ty. R. Schmitt, Round Rock, Tex., assignor to Dell USA, L.P., 

Round Rock, Tex. 

Filed Jan. 27, 1998, Appl. No. 13,767 
Int. Cl.’ E05B 65/44 

U.S. Cl. 70—78 30 Claims 

1. A keylock assembly attachable to a door for locking a door to 
a housing frame comprising: 

a keylock device including: 

a keylock; and 


end of said body for receiving the rotatable shaft and a second 
cylindrical opening in an upper end of said body; 


engagement means mounted on the rotatable shaft for fixed 


rotation therewith; 


bearing means mounted within said handle lower opening for 


rotatively supporting said engagement means; 


a key locking mechanism mounted in said second cylindrical 


opening in the upper end of said handle body and including a 
key-actuated center cylinder having a locking dog movable 





2252 


from a first position disengaged from said engagement means 
to a second position engaged with said engagement means; 
ratchet means, having a plurality of notches, fixedly secured to 
said engagement means; and 
a ball movably disposed on said handle body; 
means for biasing said ball toward said ratchet, whereby when 
said housing is not coupled to said engagement means, said 
ball moves into selective engagement with one of said notches 
to prevent the handle from rotating in one direction, 
wherein when said locking dog is in said first position, the handle 
rotates relative to the engagement means and rotatable shaft of the 
energy controlling apparatus and in the second position is rotatably 
fixed with said engagement means and rotatable shaft so as to 
permit rotation of the handle to effect like rotation of the shaft of 
the energy controlling apparatus. 





6,038,894 
DOOR LOCK 
Francisco Hu, Nan Tou Hsien, Taiwan, assignor to Shyang 
Feng Electric & Machinery Co., Inc., Taiwan 
Filed Jan. 21, 1998, Appl. No. 10,222 
Int. Cl.’ EOSB /3//0 
U.S. Cl. 70—224 


1. A door lock comprises: 

a first handle, a second handle, and a lock device disposed 
between the first handle and the second handle, 

the lock device comprising a disk disposed on the second 
handle, an annular cover disposed on the first handle, a sleeve 
disposed on the disk, an annular disk, an annular spring, a 
cage ring, and an annular cage seat disposed in the anular 
cover in order, a case disposed between the sleeve and the 
annular cage seat, a draft block inserted in the case, a core 
inserted in the first handle, a tube inserted in the second 
handle, a button inserted in a rear end of the tube, an extended 
rod extending from the button and inserted in the tube, a pipe 
inserted in the first handle, a collar inserted in the disk, a 
positioning plate inserted in the sleeve, a hollow cylinder 
device inserted in the pipe, a compression spring inserted in 
the hollow cylinder device, and a block seat disposed in the 
draft block, 

the draft block having a U-shaped plate and two push plates 
defining a hollow interior, 

the block seat having two protuberances receiving two coiled 
springs, 

the tube having a channel, a cross-shaped groove receiving a 
first cage plate, and a distal lange inserted in the draft block, 

an elastic plate having a circular hole, an upper flange, and a 
lower flange, 

the hollow cylinder device having a drive block, an oblong hole, 
a center hole, a first end, a second end, a driven plate disposed 
on the first end, and two inner protrusions disposed in the 
second end, 

a tip end of the core inserted in the center hole, 
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the pipe having a notch, a cross-shaped hole receiving a second 
cage plate, and a cage hole, 

the annular cage seat having two inner blocks, 

the cage ring having a column, an inner post and an outer post, 
with the cage ring being rotatable with the pipe by engage- 
ment of the inner post with the pipe, and 

the upper flange passing through the oblong hole and the notch, 
with the outer post of the cage ring being blocked by one of 
the two inner blocks of the annular cage seat so that the door 
lock will not be damaged by being rotated too strongly. 





6,038,895 
ELECTRICAL SELF-POWERED MOTOR-VEHICLE 
DOOR LATCH 

Johannes-Theodor Menke, Velbert, and Klaus-Peter Reis, 

Deternerlehe, both of Germany, assignors to Kiekert AG, 

Heiligenhaus, Germany 

Filed May 1, 1998, Appl. No. 71,406 

Claims priority, application Germany, Jun. 7, 1997, 197 24 

085 
Int. Cl.’ EO5B 49/00 


US. Cl. 70—278.1 5 Claims 








1. A motor-vehicle latch system comprising: 

a latch having a locking lever displaceable between a locked 
position corresponding to a locked condition of the latch and 
an unlocked position corresponding to an unlocked condition 
of the latch and a latching element actuatable in the unlocked 
condition of the latch to unlock the latch and ineffective when 
actuated in the locked condition of the latch; 

an outside door handle connected to the latching element and 
pivotal between an actuated position and an unactuated posi- 
tion; 

a key having a transponder; 

a body in which the key is receivable and which is rotatable by 
the key; 

an electrically powered transponder reader on the body capable 
of reading a code of the transponder of the key; 

an electrically powered normally open electromagnetic coupling 
having one part connected to the body and another part and 
energizable to close and couple the two parts together, 
whereby absent energization the coupling is open and the 
parts are not connected together; 

a mechanical linkage connected between the other part of the 
coupling and the locking lever; 

electrically powered control means connected to the transponder 
reader and the coupling for energizing and connecting 
together the parts of the coupling when the transponder in the 
key matches a predetermined code; 

a dynamo fixed on the door adjacent the door handles, having a 
rotary input gear and connected to the coupling and control 
means; 

an energy-storage unit connected to the dynamo to receive 
electricity therefrom and to the reader, coupling, and control 
means to supply electricity thereto; and 

means including an elongated rack mounted on the handle and 
meshing with the input gear for operating the dynamo and 
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charging the storage unit on displacement of the handle 
between the actuated and unactuated positions. 


6,038,896 
LOCKSET WITH MOTORIZED SYSTEM FOR LOCKING 
AND UNLOCKING 

L. C. Derek Chamberlain, and Frederick M. Hensley, both of 
Colorado Springs, Colo., assignors to Schlage Lock Com- 
pany, San Francisco, Calif. 

PCT No. PCT/US97/12586, § 371 Date Jan. 11, 1999, § 102(e) 
Date Jan. 11, 1999, PCT Pub. No. WO98/02630, PCT Pub. 
Date Jan. 22, 1998 
Continuation-in-part of application No. 08/682,173, Jul. 16, 

1996, Pat. No. 5,782,118. This PCT application Jul. 14, 1997, 
Appl. No. 214,727. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ E0SB 47/00 


U.S. Cl. 70—279.1 20 Claims 


SSS 
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1. A door lock, operable by an electronic signal and having 
inside and outside handles (A, B) mounted on inside and outside 
operators respectively and having a locking means for moving a 
latch bolt (4) from an extended position to a retracted position, the 
locking means being engaged with the operators, the inside and 
outside operators being rotatable from a first position wherein the 
latch bolt (4) is in an extended position to a second position 
wherein the latch bolt (4) is in a retracted position, the door lock 
comprising: 

a housing (80); 

means for preventing rotation of the outside operator; and 

a reversible electric motor (20, 102) mounted within the housing 

(80), the motor (20, 102) being secured against rotation but 
free to slide axially against resistance provided by a biasing 
means (21, 109) and having a motor shaft (31, 106) extending 
therefrom to operably engage the means for preventing rota- 
tion, the motor (20, 102) moving the means for preventing 
rotation between an unlocked position wherein the outside 
operator is free to rotate and a locked position wherein the 
outside operator is locked against rotation. 


6,038,897 
BACK COVER LOCK FOR A COMBINATION LOCK 
Gerald L. Dawson, Lexington, and James P. Redden, Bayberry, 
both of Ky., assignors to Mas-Hamilton Group, Inc., Lexing- 
ton, Ky. 
Filed Sep. 18, 1998, Appl. No. 157,020 
Int. Cl.’ ESB 37/08 
U.S. Cl. 70—303 A 
1. A combination lock comprising: 
a lock housing enclosing a lock bolt, a lock bolt withdrawal 
mechanism and a slide; 
said slide displaceable from a first position blocking withdrawal 
movement of said lock bolt to a position permitting said 
withdrawal movement of said lock bolt; 
said bolt comprising a protruding member extending substan- 
tially parallel to a reciprocatory axis of movement of said lock 
bolt; 
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said slide formed to define a first elongated aperture therein, said 
aperture having an enlarged portion and a channel portion; 

said protruding member of said lock bolt formed to define a 
second elongated aperture therein having an enlarged portion 
and a channel portion; 

said first and second elongated apertures disposed to present said 
respective elongated apertures aligned parallel to a reciproca- 
tory axis of movement of said slide and said reciprocatory 
axis of said lock bolt, respectively and said first and second 
elongated apertures further disposed so that a common axis 
extends through both said slide and said bolt as well as 
through said first and said second elongated apertures; 

a back cover mountable to said lock housing; 

a rod-like member extending through said back cover coaxial 
with said axis extending through said slide and Ieck bolt, said 
rod-like member comprising an enlarged head portion sized 
and configured to pass through said enlarged portions of said 
elongated apertures, but not capable of passage through said 
channel portions; 

said enlarged portions further disposed and operably driven so 
that said enlarged portions are not aligned with each other at 
any point in the operation of said lock, and wherein said 
enlarged portion of said aperture of said slide are aligned with 
said head of said rod-like member whenever said lock is in a 
locked condition and said head of said rod-like member may 
be pulled therethrough only at that point of said lock opera- 
tions and said head may not be pulled through said protruding 
member until said lock bolt is subsequently retracted, 

thereby locking said back cover to said lock housing and said 
back cover may not be removed by anyone not having autho- 
rization to operate said lock. 


6,038,898 
INTERNALLY BITTED KEY CHANGEABLE, AXIAL PIN 
TUMBLER LOCK AND COMPATIBLE KEY 

William H. Cliff, Mauldin, S.C., assignor to Compx Interna- 

tional, Inc., Mauldin, S.C. 

Filed Jan. 6, 1998, Appl. No. 3,216 
Int. Cl.’ EOSB 27/00 

U.S. Cl. 70—491 5 Claims 

1. A pin tumbler lock and key comprising, in combination: 

a lock including: 

a cylinder having a throughbore and a centerline axis; 

a front barrel with a central throughbore defining an outer 
cylindrical shell with a key receiving bore on a front side 
and a centerline axis coaxial with the cylinder centerline 
axis, said front barrel further including a radially inwardly 
extending flange at the front side, said front barrel slidably 
engaged in the cylinder and rotatable about the axis in the 
cylinder, said front barrel further including at least one slot 
parallel to the axis, said front barrel slot cut on an inside of 
said radially depending flange for receipt of a longitudinal, 
radially projecting rib of said key having a cylindrical 
tumbler engaging means, said key further including at least 
one radially projecting rib on the outside of cylindrical 
tumbler engaging means for engaging said front barrel slot 
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and facilitating rotational movement of the front barrel 
about the cylinder centerline axis; 

said front barrel further including a plurality of coaxial pin 
tumbler passages spaced from the centerline axis about a 
circumference of the front barrel and an inwardly depend- 
ing detent member; 

a spindle extending along the centerline axis through the lock 
to operate a cam by rotation of said cam, said spindle 
affixed to the front barrel; 

a rear barrel fixed to the cylinder and coaxial therewith; 

said front and rear barrels including biased axial pin tumblers 
movable in response to said key to thereby align the tum- 
blers along a line of shear separation of the barrels to 
thereby permit rotation of the front barrel and spindle 
relative to the cylinder and rear barrel; 

said pin tumblers mounted in the front barrel radially spaced 
from the axis of rotation of the front barrel; 

said cylindrical tumbler engaging means including an inside 
surface, with an array of tumbler detents on the inside 
surface for engaging tumblers of said front barrel when the 
key is fitted into the front barrel; and 

said key further including a detent opening on the outside 
surface of the cylindrical tumbler engaging means for 
receipt of the front barrel detent member and rotation 
therewith. 


6,038,899 
METHOD OF BENDING OPERATIONS AND BENDING 
SYSTEM USING THE SAME 
Tadahiko Nagasawa, Kanagawa, Japan, assignor to Amada 
Company, Limited, Kanagawa, Japan 
Continuation of application No. 08/771,308, Dec. 20, 1996, 
Pat. No. 5,799,530. This application May 20, 1998, Appl. No. 
82,005. 
Int. Cl.’ B21D 5/02 
US. Cl. 72—14.8 24 Claims 
1. A method of preparing data for manufacturing a product or a 
part with a predetermined shape by using a bending press provided 
with detachable tools, said method comprising entering bending 
operation support information, into a computer memory, after 
successfully completing bending operations, in order to support an 
operator later performing bending operations on a workpiece to 
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manufacture said product or part, said bending operation support 
information being specific to the completed bending operations. 





6,038,900 
METHOD FOR A SURFACE TREATMENT OF METALLIC 
PRODUCT 

Yoshio Miyasaka, Aichi, Japan, assignor to Fuji Kihan Co., 

Ltd., Aichi, Japan 

Filed May 26, 1999, Appl. No. 320,055 
Claims priority, application Japan, Feb. 6, 1998, 10-153254 
Int. Cl.’ C21D 7/06; B21D 53/10 


U.S. Cl. 72—53 10 Claims 


1. A metallic product surface treatment method comprising the 
step of: 

injecting onto a surface of a metallic product to be treated a 
mixture of at least two different diameter shots, the shots 
being made from a material having a hardness wherein the 
hardness is at least equal to a hardness of the product to be 
treated and wherein the shots are injected at an injection 
pressure of at least 0.29 MPa and at a velocity of at least 50 
m/sec. 





6,038,901 
METHOD AND DEVICE FOR PRODUCING PRESS- 
ROLLED PIPES WITH INNER WALL THICKENINGS AT 
THE ENDS 
Bernd Stein, Bonn; Heinz Lehnert, Troisdorf; Wilhelm Zim- 
mermann, St. Augustin, and Heinz Steinhauer, Troisdorf, all 
of Germany, assignors to Dynamit Nobel Gmbh 
Explosivstoff-und Systemstechnik, Troisdorf, Germany 
PCT No. PCT/EP96/03870, § 371 Date Sep. 1, 1998, § 102(e) 
Date Sep. 1, 1998, PCT Pub. No. WO97/09135, PCT Pub. 
Date Mar. 13, 1997 
PCT Filed Sep. 4, 1996, Appl. No. 29,222 
Claims priority, application Germany, Sep. 7, 1995, 195 32 
951 
Int. Cl.’ B21D 22/16 
U.S. Cl. 72—85 6 Claims 
1. A method for producing press-rolled tubes, comprising: 
inserting a first press mandrel with a tailstock-end shoulder into 
a tube, with the tube being arranged between the first press 
mandrel and one or more pressure rollers; 





Marcu 21, 2000 


plastically deforming the tube by force loading of the pressure 
rollers beginning at the tailstock-end shoulder and working in 
a direction of a machine spindle holding the tube to form a 
half-finished pipe having a wall thickening portion at an end 
corresponding to the tailstock-end shoulder; 

taking the half-finished pipe from the first press mandrel and 
clamping the half-finished pipe at the wall thickening portion; 

pushing a second press mandrel having an outer diameter (d2) 
which corresponds to the inner diameter of the wall thicken- 
ing portion into the half-finished pipe; and 

plastically deforming the half-finished pipe by force loading of 
the pressure rollers from a tailstock-end towards the clamped 
end to form a second wall thickening portion at the tailstock 
end. 





6,038,902 
INTRADOS INDUCTION HEATING FOR TIGHT RADIUS 
ROTARY DRAW BEND 
Laroul J. Talley, Brookston, Tex.; Theodore F. Yurek, Alliance; 
Douglas D. Ziegler, Atwater, both of Ohio, and Ross G. 
Robinson, Brentford, Canada, assignors to The Babcock & 
Wilcox Company, New Orleans, La. 
Filed Jan. 23, 1998, Appl. No. 12,507 
Int. Cl.’ B21D 7/16 


U.S. Cl. 72—128 9 Claims 


1. A method of making a tight radius bend in a tube, the tube 
having a wall thickness and a diameter, the wall thickness being a 
function of the radius of the bend, and the tube having a wall 
thickness which is less than about 10% of the diameter of the tube, 
the method comprising the step of: 

providing the tube; 

applying longitudinal compression to the tube; 

heating only an intrados of the tube with an inductor coil to 

create a temperature gradient around a circumference of the 
tube to untreated sides and an extrados of the tube; 

bending the tube in a tight radius bend while applying the 


longitudinal compression and immediately following heating | 


the intrados, whereby the tube may be bent in a tight radius 
bend with the extrados of the tube experiencing wall thinning 
of almost 10% of the original tube wall thickness or less. 


U.S. Cl. 72—149 


GENERAL AND MECHANICAL 


6,038,903 
DUAL HEADED BENDING MACHINE 


Zeno P. Traub, Vista, Calif., assignor to Eaton Leonard, Inc., 


Carlsbad, Calif. 
Filed Mar. 9, 1998, Appl. No. 37,724 
Int. Cl.’ B21D 7/04;9/04 
13 Claims 


1. A dual headed bending machine, comprising: 

an elongate machine bed having a generally vertically oriented 
forward end, and a generally horizontally oriented upper end; 

a dual bend head assembly at the forward end of the machine 
bed, the dual bend head assembly having a support frame and 
first and second spaced bend heads, each bend head being 
rotatably mounted on the frame for rotation about a horizontal 
bend axis aligned and co-axial with the bend axis of the other 
bend head, the bend axes extending transverse to the vertical 
forward end of the machine bed, each bend head having at 
least one pair of opposing bend and clamp dies defining a 
horizontally oriented die cavity, the die cavities being spaced 
along said horizontal bend axis; 

a carriage mounted on the upper end of the machine bed for 
movement in a first horizontal feed direction towards the dual 
bend head assembly and transverse to the horizontal bend 
axes of the dual bend head assembly; 

a pipe holder on the carriage for supporting a pipe having a pipe 
axis aligned with the first horizontal feed direction for relative 
rotation with the bend head assembly, whereby movement of 
the carriage in the feed direction advances the pipe into the 
bend head assembly; and 

a mounting assembly mounting the dual bend head assembly on 
the forward end of the machine bed for translational move- 
ment in a second horizontal direction transverse to the pipe 
axis and first horizontal feed direction and parallel to the 
horizontal bend axes between at least two horizontally spaced 
positions in which the pipe is aligned with the die cavity of 
the first and second bend head, respectively. 


DECAMBERER 

Austen Barnes, 3407 Holborn Road, R.R.2 Queensville, 

Ontario, Canada, LOG 1R0 

Filed Jan. 7, 1999, Appl. No. 226,601 
Int. Cl.’ B21B 13/08 

U.S. Cl. 72—234 15 Claims 

1. Decamberer for strip of approximate rectilinear section defin- 
ing opposed sides and opposed edges, substantially opposed pairs 
of rollers defining a downstream extent for said strip, said opposed 
pairs of rollers being each provided with grooves shaped to slid- 
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ably receive said strip edges, and to maintain adjacent strip in a 
substantial plane said substantially opposed rollers being arranged 
to define an undulating path as viewed perpendicular to said plane 
with a larger amplitude than that of the said strip viewed perpen- 
dicular to said plane entering the said downstream extent, said 
undulating path having progressively decreasing amplitude of 
undulation in the downstream direction therefrom, to a down- 
stream end of approximately zero undulation amplitude. 


6,038,905 
DEVICE TO REMOVE WORKING ROLLS IN A FOUR- 
HIGH ROLLING STAND 
Mario Cherubini, Milan, Italy, assignor to Danieli & C. Offi- 
cine Meccaniche SPA, Buttrio, Italy 
Filed Apr. 19, 1999, Appl. No. 293,999 
Claims priority, application Italy, Apr. 17, 1998, UD98A0064 
Int. Cl.” B21B 31/07;31/08 


US. Cl. 72—239 13 Claims 


== 


1. Device to remove working rolls in a four-high rolling stand 
comprising upper working roll and lower working roll, associated 
with respective supporting chocks, and relative back-up rolls, 
upper and lower, associated with respective supporting chocks, 
wherein at least the chocks of the lower back-up roll laterally and 
partly contain the chocks of the lower working roll, the device 
comprising a pair of sliding rails mounted on board the chocks of 
the lower back-up roll and movable vertically with respect thereto, 
the rails including a first lowered, or inactive position, and a 
second raised, or working position, associated with the chocks of 
the lower working roll, the chocks being associated at a lower part 
with sliding means suitable to cooperate with the rails located in 
the raised position, the device further comprising actuators to lift 
the rails arranged in cooperation with the lower plane of the rolling 
stand and contained inside a space of the chocks of the lower 
back-up roll, the actuators being connected to respective rails by 
respective extension rods arranged on an axial extension of the 
actuators. 
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6,038,906 
ROLL STAND FOR STRIP ROLLING 
Hans-Georg Hartung, Pulheim; Jochen Miinker, Erkrath, and 
Hans-Peter Richter, Friedewald, all of Germany, assignors to 
SMS Schloemann-Siemag Aktiengesellschaft, Diisseldorf, 
Germany 
Filed Jun. 26, 1997, Appl. No. 882,876 
Claims priority, application Germany, Jul. 3, 1996, 196 26 
565 
Int. Cl.’ B21B /3/14;31/18 


US. Cl. 72—241.8 1 Claim 
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1. A roll stand with work rolls which are cylindrical over an 
entire length thereof, particularly work rolls which are axially 
displaceable in opposite directions, the roll stand comprising at 
least one roll having a varying resilience over a length of the roll, 
wherein the at least one roll has a greater flattening behavior in at 
least a portion thereof, wherein the at least one roll has an axis, roll 
necks and an outer surface, at least one notch extending concentri- 
cally about the axis and located in an area extending between the 
roll neck and the outer surface of the at least one roll, wherein the 
roll neck has an inner end connected to a roll body, wherein the 
notch is conically shaped and has a bottom extending contiguous 
with the inner end of the roll neck, and wherein the notch has a 
notch surface closer to the roll axis extending parallel to the roll 
axis and a notch surface closer to the roll surface tapering inwardly 
toward the bottom of the notch. 


6,038,907 
STRAIGHTENING MACHINE FOR ROLLED BEAMS 
Markus Willems, Erkrath, and Reinhold Thomas, Neuss, both 
of Germany, assignors to SMS Schloemann-Siemag Aktieng- 
esellschaft, D iisseldorf, Germany 
Filed Apr. 28, 1999, Appl. No. 301,054 
Claims priority, application Germany, Apr. 29, 1998, 198 19 
Int. Cl.” B21B 3//07;31/18 


U.S. Cl. 72—247 8 Claims 





1. A straightening machine for rolled I-beams having beam 
flanges, the straightening machine comprising a straightening shaft 
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and a mounting sleeve mounted on the straightening shaft, a first 
straightening disk fixedly mounted on the mounting sleeve, a 
sliding sleeve adjustably mounted on the mounting sleeve, and a 
second adjustable straightening disk mounted on the sliding sleeve, 
wherein the straightening disks are configured to rest against inner 
surfaces of the beam flanges, and wherein the second straightening 
disk is secured with respect to an adjusting dimension by a 
counter-positioning means, further comprising coupling means for 
coupling the mounting sleeve to the sliding sleeve and separate 
coupling means for coupling the sliding sleeve to a piston/cylinder 
unit. 


6,038,908 
BENDING DIE HAVING ROTARY DIE 
Tadatoshi Kinoshita, Tokyo, Japan, assignor to Yourbusiness 
Co., Ltd., Tokyo, Japan 
Filed Dec. 8, 1998, Appl. No. 206,877 
Int. Cl.’ B21D 5/04 


U.S. Cl. 72—315 9 Claims 


1. A bending die comprising a lower die having a groove-like 
cavity formed at its upper surface, the cavity having an inner 
circumferential surface; a rotary die supported in the cavity of the 
lower die at both ends thereof by a shaft and rotatably stored in it; 
an upper die arranged above the rotary die; and a driving device for 
rotating said rotary die in a downward direction after the upper die 
is opened and for retracting it, wherein 

the inner circumferential surface of the cavity at said lower die 

is formed with some protrusion steps for use in supporting the 
rotary die when pressing operation is carried out, the protru- 
sion steps being formed into flat surfaces; 

the upper surface of said rotary die is formed with a forming part 

for use in gathering and bending a metallic plate to be 
extended in a longitudinal direction of the rotary die; 

said upper die is formed with a gathering and bending blade to 

be fitted to the forming part of the rotary die; and 

the rotary die is supported by the protrusion steps while the 

outer edge of the forming part is being abutted against the 
upper edge of the lower die when pressed, and after pressing 
operation, the rotary die is rotated in a downward direction by 
said driving device. 


6,038,909 
PORTABLE SHEET METAL BRAKE 
Joe M. Zink, 5631 Hursh Rd., Fort Wayne, Ind. 46845 
Filed Jul. 17, 1998, Appl. No. 118,648 
Int. Cl.’ B21D 5/04 
U.S. Cl. 72—319 46 Claims 


1. A sheet bending brake, comprising: 


GENERAL AND MECHANICAL 








a frame; 
a fixed jaw rotatingly adjustably coupled to said frame at one 
portion thereof; 

a movable jaw rotatingly adjustably coupled to said frame at 
another portion thereof, said movable jaw being movable 
relative to said fixed jaw in at least one of a clamping and 
non-clamping arrangement therewith; 

an anvil member secured to said movable jaw; and 
a bending member hingedly associated with said fixed jaw. 


6,038,910 
METHOD AND APPARATUS FOR FORMING TAPERED 
METAL CONTAINER BODIES 
James A. McClung, North Canton, Ohio, assignor to Can 
Industry Products, Inc., Canton, Ohio 
Filed Dec. 30, 1998, Appl. No. 223,500 
Int. Cl.’ B21D 22/28 


U.S. Cl. 72—348 21 Claims 


1. A method of forming a tapered container body from a metal 
blank, wherein said container body has a tapered sidewall with a 
predetermined axial height and an integral bottom wall, including 
the steps of: 

A) forming the blank into a cup having a substantially cylindri- 
cal sidewall and an integral bottom wall with said sidewall 
having an axial height less than the predetermined axial 
height of the container body; 

B) redrawing the cup into a first stage container body by 
redrawing the sidewall and bottom wall by reducing the 
diameter of the bottom wall and increasing the axial height of 
the sidewall to a height substantially equal to the said prede- 
termined axial height of the container body while maintaining 
the metal thickness of the bottom wall and sidewall to that of 
the metal blank; and 

C) redrawing the first stage container body into the container 
body by imparting a final taper to said sidewall. 
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6,038,911 
ONE PIECE CORRUGATED ANTI-INTRUSION BARRIER 
AND METHOD 
Paul Edward Krajewski, Sterling Heights; Ronald George 
Lanzi, Shelby Township, and James Gregory Schroth, Troy, 
all of Mich., assignors to General Motors Corporation, 
Detroit, Mich. 

Division of application No. 08/757,599, Nov. 29, 1996, Pat. No. 
5,924,760. This application Feb. 22, 1999, Appl. No. 253,365. 
Int. Cl.’ B21D /3/10 

U.S. Cl. 72—379.2 


1. A method of making an anti-intrusion barrier for attachment 
to a component of a vehicle body, comprising the steps of: 

corrugating a metal sheet to provide a corrugated sheet having a 
plurality of arcuate corrugations which alternately extend in 
opposite directions from each other, said corrugations each 
having an apex and an arcuate wall extending from said apex, 
said arcuate wall adjoining an arcuate wall of a next adjacent 
opposite-extending corrugation along a line which lies in a 
central plane of said sheet metal midway between the apices 
of said corrugations, said arcuate wall having a curvature such 
that the tangent thereto at said line is normal to said central 
plane, said sheet having at least one corrugated end portion; 

clamping said corrugated sheet so as to substantially immobilize 
said corrugated sheet; and 

forming an integral mounting flange on said corrugated sheet by 
compressing said corrugated end portion within a compres- 
sion zone and in a direction normal to said central plane to 
substantially collapse the corrugations at said end inwardly 
upon themselves so as to provide a plurality of flattened 
corrugations each having a substantially planar plateau por- 
tion lying in a plane proximate to said central plane and 
defined by a pair of pleats each formed by folding a said wall 
back under said planar plateau portion as said corrugation is 
collapsed. 





6,038,912 
FAILURE DETECTION SYSTEM OF PRESSURE SENSOR 
Takashi Isobe, and Kojiro Tsutsumi, both of Saitama, Japan, 
assignors to Honda Giken Kogyo Kabushiki Kaisha, Tokyo, 
Japan 
Filed May 4, 1999, Appl. No. 304,988 
Claims priority, application Japan, May 14, 1998, 10-148265 
Int. Cl.’ GO1L 27/00; GO1M 19/00 
U.S. Cl. 73—1.59 3 Claims 
1. A failure detection system used for an evaporation fuel 
processing unit which processes evaporation fuel occurring in a 
fuel tank, comprising: 
a pressure sensor for detecting pressure in the fuel tank; 
average value calculation means for calculating an average value 
of detected values of the pressure sensor; 
deviation determination means for determining whether or not a 
deviation between the detected value and the average value is 
greater than a predetermined value; and 
failure detection means for detecting a state of failure of the 
pressure sensor by repeatedly executing the deviation deter- 
mination means; 
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wherein the state of failure is determined if the number of times 
of the deviation of which value is greater than the predeter- 
mined value exceeds a predetermined number of times. 





6,038,913 
DEVICE FOR DETERMINING THE LEVELS OF NO IN 
EXHALED AIR 
Lars Erik Gustafsson, Hasselby; Gunnar Magnus Severus Per- 
sson, Lidingé, and Stefan Per Axel Strémberg, Upplands 
Viisby, all of Sweden, assignors to Aerocrine AB, Sweden 
Filed Mar. 20, 1998, Appl. No. 45,374 
Claims priority, application Sweden, Mar. 27, 1997, 9701150 
Int. Cl.’ GOIN 33/497; A61B 5/08 


US. Cl. 73—23.3 19 Claims 


1. Device for determining the level of nitric oxide generated 
within the body of a living organism in an exhaled airstream 
belonging to the living organism selected to have its lung function 
evaluated, said device including a measuring device arranged to 
determine a current portion of said generated nitric oxide and/or a 
distribution of said generated nitric oxide over time during an 
exhalation phase, a first fluid path which allows a first portion of 
exhaled air from the organism during a commencing period of the 
exhalation phase to pass with no or with only a very small 
resistance or back-pressure to a free space, and a second fluid path 
which allows a second portion of the exhaled air from the organism 
during a remaining duration of the exhalation phase to pass 
through said measuring device against a resistance or back- 
pressure so that the level of said generated nitric oxide in the 
second portion of the exhaled air can be measured. 
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6,038,914 
LEAK DETECTION SYSTEM FOR LIQUID PROCESSING 
DEVICE 
Raymond A. Carr, Lutz, and Brian C. Lauman, Clearwater, 
both of Fla., assignors to Bristol-Myers Squibb Company, 
New York, N.Y. 
Provisional application No. 60/039,184, Feb. 27, 1997. This 
application Feb. 27, 1998, Appl. No. 31,280. 
Int. Cl.’ G01M 3/04; GOIN 7/00; GOIR 31/02; GO8B 21/00 
U.S. Cl. 73—40 12 Claims 








1. A leak sensor system comprising: 

a leak sensor assembly; and 

a leak sensor interface, 

wherein said leak sensor assembly is adapted to be in electrical 
communication with said leak sensor interface, 

said interface provides a source voltage to said sensor assembly 
and receives an output voltage from said sensor assembly, and 

a comparison of said source and output voltages is indicative of 

a wet or dry condition sensed by said leak sensor assembly 

said leak sensor assembly further comprising: 

a) an initial impedance component which provides a predeter- 
mined voltage as a function of said source voltage; 

b) a sensing impedance component which has a first sensing 
impedance when in a dry state, and has a second sensing 
impedance when in contact with a conductive liquid, and 
which is disposed such that said output voltage is generated 
at a junction of said initial impedance component and said 
sensing impedance component as a function of said first or 
second sensing impedance and said predetermined voltage; 
and 

c) a terminal impedance component being electrically con- 
nected to said sensing impedance component and having a 
characteristic, such that the output voltage in said dry state 
is altered by said terminal impedance component to be 
substantially equal to the source voltage when damage to or 
breakage of the sensing impedance component has 
occurred. 


6,038,915 
AUTOMATED TESTING APPARATUS AND METHOD, 
ESPECIALLY FOR FLEXIBLE WALLED CONTAINERS 
Michael R. O’Herron, Williamsburg; John A. Loebach, Toano, 
and Greg A. Whitehead, Newport News, all of Va., assignors 
to QuesTech Packaging, Inc. Liquidating Trust, Washington, 
D.C. 
Filed Jul. 25, 1997, Appl. No. 901,431 
Int. Cl.” GOIM 3/34 
U.S. Cl. 73—49.3 22 Claims 
1. Apparatus for the automated, in-line testing of flexible walled 
containers having a rim which dependently supports the containers 
on a tray, said apparatus comprising: 
a pressure testing station for pressurizing the containers to a 
predetermined pressure condition; 
an ejector station downstream of said pressure testing station for 
ejecting the defective container from the tray, said ejector 
station including ejector assemblies oriented at an angle rela- 
tive to a vertical cross-machine plane and having a retracted 
position, wherein the ejector assembly is spaced above the 
container in registry therewith, and an extended position, 
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wherein the ejector assembly contacts the flexible side wall of 
a container so as to forcibly push the container through the 
tray; and 

a controller for (i) determining whether any one of the contain- 
ers is defective by an inability to maintain the pressure con- 
dition established at the pressure testing station, and (ii) 
moving a selected one of said ejector assemblies correspond- 
ing to said detected defective container from said retracted 
position and into said extended position to thereby cause the 
defective container to be pushed through the tray; wherein 

said ejector assemblies include an ejector foot which contacts 
the flexible side wall of the container when in said extended 
position and thereby causes an asymmetric force to be 
imparted to the container rim which inwardly collapses the 
container rim and allows the container to be pushed physi- 
cally through the tray. 





6,038,916 
METHOD AND APPARATUS FOR MEASURING ENERGY 
DISSIPATION BY A PROBE DURING OPERATION OF AN 
ATOMIC FORCE MICROSCOPE 

Jason P. Cleveland, Ventura, Calif., and Boris Anczykowski, 
Miinster, Germany, assignors to Digital Instruments, Santa 

Barbara, Calif. 
Filed Jul. 22, 1997, Appl. No. 898,469 

Int. Cl.’ GOIB 7/34 

U.S. Cl. 73—105 17 Claims 


image 
display 


24~ 22 


pn Seen 
__| RMS | 
[ | detector | 
= | t Sekeiad 
AFM Oe 
14—~ __controv 
ee ie 
| |displacement| 
r i ‘ sensor 
* J xyz | . 
2 aad actuator || 8 | 
12~ oe 
AC signal | PB a 


1 = ‘ 
| oscillator iy a « 
source T 10 sf 


6 2 ° 


sample 


18 


1. A method of measuring energy dissipation during interaction 
between a probe and a sample during oscillatory operation of an 
atomic force microscope, said probe comprising |) a cantilever 
having a base and a free end and 2) a probe tip mounted on said 
cantilever free end, said method comprising: 

(A) placing said probe in an operative position in which it is in 

oscillatory interaction with said sample; 

(B) measuring an amplitude of probe oscillation and generating 

an amplitude signal indicative thereof; 

(C) measuring a phase shift of said cantilever free end relative to 

said cantilever base and generating a phase signal indicative 
thereof; and 
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(D) combining the phase and amplitude signals and generating a 
dissipation signal indicative of energy dissipated due to inter- 
action between said probe and said sample. 





6,038,917 
METHOD FOR CALCULATING FUEL ECONOMY USING 
MANIFOLD AIR PRESSURE (MAP) AND FUEL RAIL 
TEMPERATURE 
Mark A. Sember, South Lyon, Mich., assignor to Chrysler 
Corporation, Auburn Hills, Mich. 
Filed Dec. 11, 1997, Appl. No. 989,325 
Int. Cl.’ GO1M 1/5/00 


U.S. Cl. 73—114 15 Claims 
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1. A method for determining a fuel economy of a gasoline 
powered motor vehicle having an engine, a plurality of fuel injec- 
tors and an intake manifold, said method comprising the steps of: 

determining a nominal fuel flow through said fuel injectors 

under static pressure conditions; 

determining an additional quantity of fuel flow through said fuel 

injectors caused by dynamic pressure transients by determin- 
ing a pressure drop across said intake manifold; 

determining a total mass quantity of fuel used for a given period 

of time by adding said determined nominal fuel flow to said 
additional quantity of fuel flow to produce a total mass fuel 
used value; 
converting said total mass fuel used value to a total fuel used 
volume value by using an estimated octane value for said fuel 
and a density of said fuel which is determined by estimating a 
temperature of said fuel flowing through said injectors based 
on a temperature of coolant flowing through said engine; and 

using said total fuel used volume value to determine an instan- 
taneous fuel economy value. 





6,038,918 
INSTRUMENT FOR TESTING AUTOMATIC 
TRANSMISSION FLUID CONTROL DEVICES 
William T. Newton, 6012 Green Valley Rd., Knoxville, Tenn. 
37914, assignor to William T. Newton, Knoxville, Tenn. 
Filed Dec. 22, 1997, Appl. No. 995,177 
Int. Cl.’ GOIM 15/00 
U.S. Cl. 73—118.1 9 Claims 
1. A test instrument for quickly detecting defects in the fluid 
control devices associated with a vehicle automatic transmission, 
said fluid control devices having been removed from said auto- 
matic transmission, and said instrument comprising of: 
a. a 0-35 volt variable voltage power supply operatively associ- 
ated with a current limiting circuit, as means of supplying a 
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controllably variable electric current to said fluid control 
device known as a solenoid, and 

. a dual range ammeter, operatively associated with said power 
supply and the current limiter, as monitoring means of deter- 
mining value of current flow to the coil of said solenoid, and 

. a volt ohmmeter as monitoring means of determining resis- 
tance and voltage simultaneously when testing a solenoid coil 
or when testing contact resistance of a fluid control device 
known as a pressure switch, and 

. an air Circuit operatively associated with a supply of pressure 
regulated compressed air as means of supplying air flow to 
fluid passages of said solenoid, and 

. an air output ball valve as control means of quickly varying 
said air flow into said fluid passages of said solenoid, and 

. an air out pressure gauge located at output of said air out ball 
valve, as monitoring means of determining air pressure at 
input of said solenoid, and 

. an exhaust ball valve as control means of quickly varying said 
air flow exiting from said fluid passages of said solenoid, and 

. an exhaust pressure gauge located at input of said exhaust ball 
valve as monitoring means of determining air pressure at 
output of said solenoid. 


6,038,919 
MEASUREMENT OF QUANTITY OF INCOMPRESSIBLE 
SUBSTANCE IN A CLOSED CONTAINER 
John V. Schmitt, Sunnyvale, Calif., and Richard A. Marsh, 
Austin, Tex., assignors to Applied Materials Inc., Santa 
Clara, Calif. 
Filed Jun. 6, 1997, Appl. No. 870,961 
Int. Cl.’ GOIF 17/00 
U.S. Cl. 73—149 21 Claims 
1. In a process which includes delivering a processing substance 
from a storage vessel to a processing station, said storage vessel 
enclosing a processing substance storage space and being coupled 
to conduits which communicate with said storage space, the 
improvement comprising a method for determining the quantity of 
processing substance in said storage space, which method com- 
prises: 
determining the volume occupied by a gas within a measure- 
ment volume which includes said storage space, including: 
performing first and second pressure measurement for mea- 
suring the gas pressure in said measurement volume when 
said measurement volume contains respectively first and 
second quantities of gas; and 
determining the difference between said first and second 
quantities of gas; 
wherein said gas volume determining is calculated as follows: 


(t) — tT; 
V,=k 
(P - P) 
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where 

V, is said gas volume; 

k is a constant; 

T, is the absolute temperature of said storage vessel in °K.; 
and 

P, and P, are said first and second pressure measurements at 
ending time t, and starting time t,, respectively. 





6,038,920 
PRECIPITATION MEASURING SYSTEM 
Richard Gilbert, Roxboro; Mario A. Sauvageau, Dollard-des- 
Ormeaux, and Stephane Bourgeois, Verchéres, all of 
Canada, assignors to Meteoglobe Canada Inc., Pierrefonds, 
Canada 
Filed Jun. 26, 1998, Appl. No. 105,157 
Claims priority, application Canada, Jun. 27, 1997, 2209116 
Int. Cl.’ GO1W 1/00 


U.S. Cl. 73—170.23 13 Claims 


1. A precipitation measuring system comprising: 

a first frame; 

a load cell located within the first frame and having an upper end 
connected under an upper portion of the first frame, the load 
cell comprising at least one strain gauge bridge disposed 
thereon in a strain sensitive region to convert strain variations 
in the load cell into electrical variations; 
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a means for applying a potential to the strain gauge bridge; 

a second frame connected under the load cell; 

a precipitation collector connected over the second frame; 

a counterweight connected to a lower portion of one among the 
collector and the second frame to maintain equilibrium 
thereof; and 

recording means for recording the electrical variations produced 
by the strain gauge bridge. 


6,038,921 
MASS FLOW SENSOR SYSTEM FOR FAST 
TEMPERATURE SENSING RESPONSES 

Robert D. McMillan, and Robert M. McMillan, both of Geor- 

getown, Tex., assignors to McMillan Company, Georgetown, 

Tex. 

Filed Oct. 15, 1997, Appl. No. 950,643 
Int. Cl.’ GOIF //68 


U.S. Cl. 73—204.23 20 Claims 


1. A mass flow sensing circuit of a sensor adapted for improved 
sensing flexibility, comprising: 

at least one inductive heating and sensing coil for heating a fluid 
passing through the sensor to maintain a constant temperature 
for the fluid, the mass flow rate of the fluid derived from 
power necessary to maintain a constant temperature for the 
fluid; 

at least one integrator measuring the power provided to said coil; 
and 

at least one voltage follower network coupled to said coil and 
said integration network for providing a programmable volt- 
age level to said integration network to adjust the coil param- 
eters of said coil. 





6,038,922 
THERMOMETRIC APPARATUS AND METHOD FOR 
DETERMINING THE CONCENTRATION OF A VAPOR IN 
A GAS STREAM 
Ganapati R. Mauze, Sunnyvale, and Viadimir Serikov, Rich- 
mond, both of Calif., assignors to Agilent Technologies, Inc., 
Palo Alto, Calif. 
Filed Jun. 19, 1997, Appl. No. 878,566 
Int. Cl.’ GOIN 25/64 
U.S. Cl. 73—335.08 24 Claims 
1. A sensor for sensing the concentration of a vapor of a liquid in 
a gas stream, comprising: 
a wetable temperature sensor having a heat sensitive part; and 
a non-woven, non-flaking, liquid-permeable member (LPM) 
comprising one of a porous membrane, a gel, and a combina- 
tion thereof, the LPM substantially surrounding the heat sen- 
sitive part of the wetable temperature sensor, wherein heat 
loss due to evaporation of the liquid when the LPM wet with 
the liquid is placed in the gas stream will result in the 
temperature sensed by the wetable temperature sensor being 
lower than the temperature of the gas stream, the lowering in 
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6,038,924 
LOW FREQUENCY SEISMIC ACCELEROMETER 

George C. Lee, East Amherst, and Zhong Liang, Williamsville, 

both of N.Y., assignors to Research Foundation of State of 

New York, Albany, N.Y. 

Filed Dec. 22, 1997, Appl. No. 996,386 
Int. Cl.’ GOIP 15/09 

U.S. Cl. 73—514.34 


temperature being determinable to determine the concentra- 
tion of the vapor in the gas stream. 





6,038,923 
HAND-OPERATED ACCELERATOR DEVICE FOR AN 1. A seismic accelerometer for receiving incident inertial forces 
ELECTRIC-POWERED BICYCLE and generating an output signal representative of said received 
Ming-Shyang Lin, Taichung Hsien, Taiwan, assignor to Giant incident inertial forces, comprising 
Manufacturing Co., Ltd., Taichung Hsien, Taiwan a base having a vertical stud extending from the center of the 
Filed May 27, 1998, Appl. No. 85,467 base; 
Int. Cl.’ GO1P /5/00; B60K 41/00 a first directional sensing element that senses incident inertial 
forces in the X direction, a second directional sensing element 
that senses incident inertial forces in the Y direction, and a 
third directional sensing element that senses incident inertial 
forces in the Z direction; each directional sensing element 


toh connected to the vertical stud and generating a force voltage 


Neal! | signal in response to the respective incident inertial forces 


VX . ° ae 
\ Nae 2) applied to the accelerometer; each element having a sensitiv- 


PAIRED) wd 


a ep pe S circuit that adjusts the sensitivity of the accelerometer in 

LAL IENLE e} response to the incident inertial forces sensed by the first, 

E second and third directional sensing elements and having 

three directional systems; 

each directional system corresponding to one directional sensing 
element and receiving said force voltage signal, wherein the 
force voltage signal passes through at least in sequence a first 
filter and an amplifier, and generates an output signal for said 
corresponding element; and 

a first mass over the directional sensing elements and connected 
to the accelerometer; 

wherein the sensitivity of the directional sensing elements are in 
direct proportion to the mass of the first mass and the adjust- 
ments by the circuit. 


1. A hand-operated accelerator device for use in an electric- 
powered bicycle which includes a handlebar, a sprocket wheel and 
an electric drive mechanism to drive the sprocket wheel, compris- 
ing: 

a handgrip speed controlling actuator adapted to be sleeved on 
the handlebar so as to be rotatable thereto, said actuator 
having a right end handgrip portion and a left end portion 6,038,925 
with an outer circumferential seat; aan FOCAL TYPE ELECTROMAGNETIC ACOUSTIC 

a speed controlling signal emitting member including a body TRANSDUCER AND FLAW DETECTION SYSTEM AND 
which defines an elongated chamber extending in a longitudi- METHOD 
nal direction, said body having a guiding slot that is opened Toshihiro Ohtani, Kanagawa-ken; Hirotsugu Ogi, and Masa- 


externally and that extends in said longitudinal direction; 7 
a shifting member slidably received in said elongated chamber pond iron, Os a Gane, a < Sagem, antgeens & Biase 
Corporation, Tokyo, Japan 


includi ‘ 
and including two magnets disposed to be spaced apart from Filed Mar. 20, 1998, Appl. No. 44,929 


each other with an accommodating space in said longitudinal . . 
direction, and a protruding member extending outwardly of Claims priority, application Japan, Mar. 21, 1997, 9-087363 
said guiding slot and moving with said shifting member Int. Cl." GOIN 9/24 
within said guiding slot; U.S. Cl. 73—598 16 Claims 
a hall-effect generator disposed to extend transversely into said 
accommodating space so as to generate a voltage signal when 
said shifting member is driven to move in said longitudinal 
direction; 
circuit means, connected to said hall-effect generator, for con- 
verting said voltage signal into a control signal that is adapted 
for controlling revolutions of the electric drive mechanism; 
means for transmitting a rotatory movement of said outer cir- 
cumferential seat to said protruding member so as to drive 
said shifting member to move in said longitudinal direction; 
and 
means for biasing said shifting member in said longitudinal 
direction. 1. A focusing electromagnetic acoustic transducer comprising: 
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a first insulation sheet; 6,038,927 
a first meander coil formed on a first surface of said first WERTICALLY MOUNTED DIFFERENTIAL PRESSURE 
TRANSMITTER HAVING AN INTEGRALLY MOUNTED 


insulation sheet, 
SENSOR 


a second meander coil formed on a second surface of said first Edwin L. Karas, Mansfield, Mass., assignor to The Foxboro 
insulation sheet, said first and second meander coils posi- Company, Foxboro, Mass. 
tioned so as to be coincident with each other, each of said Continuation of application No. 08/294,090, Aug. 22, 1994, 
meander coils comprising a plurality of coil segments wherein _ Pat. No. 5,583,294. This application Dec. 3, 1996, Appl. No. 
intervals between adjacent coil segments vary sequentially 760,114. 
from one end to another end of said meander coils; This patent is subject to a terminal disclaimer. 
a second insulation sheet attached to said first meander coil so as Int. Cl.’ GOIL 7/00;9/00 
to sandwich the first meander coil between said first and US. CL. 73—706 
second insulation sheets, 
a third insulation sheet attached to said second meander coil so 
as to sandwich the second meander coil between said first and 
third insulation sheets; and 
a magnet having opposite surfaces exhibiting opposite magnetic 
poles, one of said opposite surfaces being, positioned above 
said second insulation sheet. 





1. Pressure transmitter apparatus comprising 
A. unitary body means having, in a first orientation, 


6,038,926 ; d ° 
TDM ARRAY OF OPTICAL NON-ACOUSTIC PRESSURE (1) vertical surface means extending along . first vertical axis 
and apertured with first and second pressure openings dis- 


SENSORS posed at substantially the same vertical location, and 
Donald A. Frederick, 6027 Maury Ave., Woodland Hills, Calif. (2) transducer mounting means coupled to said body means 
91367, and David B. Hall, 5165 Finehill Ave., La Crescenta, and located, in said first orientation, vertically above said 
Calif. 91214 pressure openings, 


Filed Sep. 4, 1997, Appl. No. 923,707 B. diaphragm means forming first and second process dia- 


Int. Cl.’ GOIL 9/00: GOLJ 1/56:5/46 ee respectively closing said first and second pressure 

U.S. Cl. 73—705 19 Claims ©. flange means removably and replaceably secured to said body 
means overlying said diaphragm means, said flange means 
forming first and second pressure ports for coupling first and 
second pressure inputs to said first and second process dia- 
phragms, respectively, 

D. first and second pressure passages vertically extending at 
least partly within said body means for communicating 
respectively between said first and second pressure openings 
and said traducer mounting means, 

wherein said flange means includes a selectively closed further 
opening formed therethrough and offset along said first verti- 

: sae cal axis and from said first and second pressure openings, said 

ee snietiail ee pie aed : : flange means being adapted to be invertably mountable over 
a laser light source for producing a pulsed light signal; said vertical surface means in a draining position and alterna- 
a light transmitting cable connected to said laser light source for tively in a purging position, for disposing said further opening 

transmitting said pulsed light signal; for draining liquid when mounted in said draining position 
an optical splitter connected to said light transmitting cable for and for disposing said further opening for purging gas when 
equally splitting said pulsed light signal into first and second mounted in said purging position. 
output signals; 
an optical pressure sensor connected to said optical splitter for 
receiving said first output signal and reflecting a pressure 
indicating signal back through said optical splitter into said 


1. A pressure measuring device which utilizes optical, non- 





6,038,928 

. Mie : MINIATURE GAUGE PRESSURE SENSOR USING 
aise Ro dae = eet SILICON FUSION BONDING AND BACK ETCHING 

a pressure insensitive reflector connected to said optical splitter Nadim I. Maluf, Mountain View; John R. Logan, Danville, and 
for receiving said second output signal and reflecting a refer- Gertjan van Sprakelaar, Fremont, all of Calif., assignors to 
ence signal back through said optical splitter into said light | Lucas Novasensor, Fremont, Calif. 
transmitting cable; Provisional application No. 60/027,515, Oct. 7, 1996. This 

application Oct. 6, 1997, Appi. No. 944,733. 
Int. Cl.’ GOLL 9/06;9/12 

U.S. Cl. 73—724 23 Claims 
mnetedges = ar Bs 23. A substrate which is useful in forming a gauge pressure 

& pressure determining means connected to said signal receiving sensor or differentiai pressure sensor, said substrate comprising a 
means for comparing said pressure indicating signal with said pace portion having walls which define a cavity, and a diaphragm 
reference signal to determine the pressure acting upon said portion positioned over the cavity to form a chamber which 
optical pressure sensor. includes the cavity; and wherein the base portion comprises sili- 


a signal receiving means for receiving said pressure indicating 
signal and said reference signal from said light transmitting 
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con; the diaphragm portion comprises silicon; the substrate has a 
passageway from a surface of the substrate into the chamber; the 
walls of the cavity form an angle with the diaphragm of no more 
than ninety degrees; the chamber has a depth of at least about 5 
microns; the base portion is formed from a first silicon wafer and 
the diaphragm portion is formed from a second silicon wafer; and 
the base portion is further formed from a third silicon wafer fusion 
bonded in an oxygenated environment to the first silicon wafer. 


6,038,929 
THREE-WAY VALVED APPARATUS AND METHOD FOR 
TESTING PRESSURE IN A FLUID SYSTEM 
Richard Michael Smith, Salisbury, Md., assignor to Dresser 
Industries, Inc., Dallas, Tex. 
Filed Nov. 19, 1998, Appl. No. 196,378 
Int. Cl.’ GOIL 7/00 
US. Cl. 73—756 


7. Apparatus for testing the pressure in a fluid system, the device 
comprising a conduit for connecting to the fluid system in a 
manner to receive fluid from the system, a hydraulic cylinder for 
establishing a fluid pressure, a valve switchable between a first 
position in which it connects the cylinder to the conduit for 
establishing a fluid pressure in the system, and a second position in 
which it connects the cylinder to the atmosphere to isolate the 
system. 


6,038,930 
DEVICE FOR DETECTION OF TRAPPING IN A POWER- 
OPERATED CLOSING ELEMENT 
Hans Gunter Lehnen, Wadern-Noswendel; Roland Lorig, Sin- 
stelt, and Stefan Schmitt, Trier, all of Germany, assignors to 
LE.E. International Electronics & Engineering S.a.r.l., Lux- 
embourg 
Filed Apr. 2, 1998, Appl. No. 53,943 
Int. Cl.’ GO1B 7/16 
U.S. Cl. 73—774 12 Claims 
1. A device for detection of trapping in a power-operated closing 
element comprising: 
a. a foil-type switching element, which is arranged along a first 
closing edge, and 
b. at least two force transmitters extending longitudinally, said 
force transmitters flanking the closing element laterally, when 
said closing element is in a closed position, and transmitting a 
trapping force to said switching element in the case of trap- 
ping, wherein said foil-type switching element comprises a 


Marcu 21, 2000 


RSS 
12 


first and second carrier foil, a longitudinal spacer and at least 
two contact elements, said first and second carrier foils being 
arranged above each other at a specific distance, and said at 
least two contact elements being arranged on said first and 
second carrier foils in such a way that two longitudinal active 
areas are formed which are separated from each other by said 
longitudinal spacer, each active area being arranged respec- 
tively in the range of action of one of said force transmitters. 





6,038,931 

METHOD AND APPARATUS FOR THE TESTING OF 

PLASTICALLY DEFORMABLE OBJECTS 

David C. Long, Wappingers Falls; Thomas P. Moyer, Lagran- 

geville; Keith C. O’Neil, Hughsonville; Charles H. Perry, 
Poughkeepsie; Glenn A. Pomerantz, Kerhonkson, all of N.Y.; 
James R. Case, Brackney, Pa.; Laszlo Kando, Hopewell 
Junction, and John E. Kozol, Binghamton, both of N.Y., 
assignors to International Business Machines Corporation, 
Armonk, N.Y. 
Provisional application Noe. 60/058,627, Sep. 11, 1997. This 

application Feb. 18, 1998, Appl. No. 25,672. 

Int. Cl.’ GOIN 3/20 


U.S. Cl. 73—850 37 Claims 


1. A method for testing the integrity of at least two test objects, 
each object comprising a plastically deformable material capable 
of reflowing, comprising the steps of: 

a. contacting a moving means with the objects at a first point in 
time, each of the at least two objects having a base portion 
and a non-base portion capable of reflowing, the moving 
means having a shaped portion in communication with the 
non-base portion at a first position; 

. shifting at least a portion of the objects to a second position at 
a second time, subsequent to the first time, wherein at least 
portion of the non-base portion of the objects were displaced 
during the interval between the first time and the second time; 

. evaluating the position of the base portion and the non-base 
portion of each of the objects after the shifting in step b. 
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6,038,932 
AIRCRAFT PITOT AND STATIC PRESSURE SENSING 
DEVICE AND AIRCRAFT HAVING THE SENSING 
DEVICE 
Hermann Wandel, Unterhaching; Michael Jost, Griinwald; 
Helmut Sommer, Nidderau, and Robert Fischer-Wilk, 
Frankfurt am Main, all of Germany, assignors to Nord- 
Micro Elektronik Feinmechanik AG, Frankfurt am Main, 
and Daimler Chrysler AG, Stuttgart, both of Germany 
Filed Oct. 1, 1997, Appl. No. 942,224 
Claims priority, application Germany, Oct. 1, 1996, 196 40 
606 
Int. Cl.’ GOIF 1/46; GO1C 21/00 


U.S. Cl. 73—861.65 27 Claims 
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1. In an aircraft having a fuselage and a radome having a wall 
rigidly attached to the fuselage, an aircraft pitot and static pressure 
sensing device, comprising: 

a multiplicity of pressure sensors disposed in a radome; 

a multiplicity of air intake ports formed in a wall of the radome; 

and 

connecting passages connecting said multiplicity of air intake 

ports to said multiplicity of pressure sensors. 


6,038,933 
MULTI-AXIS LOAD CELL 
Richard A. Meyer, Carver, Minn., assignor to MTS Systems 
Corporation, Eden Prairie, Minn. 
Filed Jul. 15, 1997, Appl. No. 892,914 
Int. Cl.’ GOIL //22 


U.S. Cl. 73—862.045 35 Claims 


1. A load cell body for transmitting forces and moments in plural 
directions, the load cell body comprising: 
an integral assembly having: 
a rigid central hub; 
a rigid annular ring concentric with the central hub and having 
a plurality of apertures; 
at least three radial tubes extending radially along correspond- 
ing longitudinal axes from the central hub to the annular 
ring wherein an aperture of the plurality of apertures is 
aligned with each bore of the radial tubes; and 
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a flexure member extending between an end of each radial 
tube to the annular ring, the flexure member being compli- 
ant for displacements of each corresponding radial tube 
along the corresponding longitudinal axis. 


6,038,934 
SAMPLER APPARATUS AND METHOD OF USE 

Roger Peterson, Drawer 567 County Rd. 375, Old Ocean, Tex. 

77463 

Continuation of application No. 08/116,716, Sep. 3, 1993, 
abandoned, which is a continuation-in-part of application No. 

07/882,033, Jul. 13, 1992, Pat. No. 5,345,828, which is a 

continuation-in-part of application No. 07/895,788, Jun. 9, 

1992, Pat. No. 5,279,167, which is a continuation-in-part of 
application No. 07/978,622, Nov. 19, 1992, Pat. No. 5,396,812. 

This application Dec. 1, 1994, Appl. No. 347,900. 
Int. Cl.’ GOIN 1/00;31/00 


U.S. Cl. 73—863.86 9 Claims 


1. A method of sampling a sample from a process fluid flow 

source comprising the steps of: 

(a) connecting a two position, three port valve between a fluid 
flow source to be tested for delivery of sample fluid flow into 
a sample receiving container; 

(b) operating said valve to a first position so that a purge fluid is 
directed through said valve from a valve controlled source as 
a preliminary step; 

(c) operating said valve to an alternate position so that a sample 
of specified size is delivered through said valve and is admit- 
ted into said sample container; 

(d) sequentially operating said valve so that said sample con- 
tainer is (1) first purged with a purge fluid and (2) then the 
sample is delivered into said container; and 

(e) after filling the container with sample, then (3) flowing purge 
fluid into said container. 


6,038,935 

APPARATUS AND METHOD FOR MEASURING THE 

MAGNITUDE AND DISTRIBUTION OF FORCES ON THE 
FOOT OF A QUADRUPED 

Jeryl G. Fullen, Salina, Kans., and George R. Fullen, Littleton, 

Colo., assignors to Fullen Systems, Inc., Littleton, Colo. 
Division of application No. 08/652,279, May 22, 1996, Pat. No. 

5,736,656. This application Mar. 27, 1998, Appl. No. 49,418. 
Int. Cl.’ GOIL 5/16 

U.S. Cl. 73—865.4 8 Claims 

1. An apparatus for measuring the magnitude, distribution and 
timing of forces applied against a hoof of a quadruped, said 
apparatus comprising: 

(a) a substantially rigid shoe assembly shaped for interconnec- 
tion to a hoof of said quadruped, said shoe assembly com- 
prised of an inner-shoe and an outer-shoe, said inner-shoe 
operatively coupled to said outer-shoe to receive individual 
force sensing elements between said inner-shoe and said 
outer-shoe, said force sensing nodules having a plurality of 
individual force sensors interconnected thereto which can 
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detect the magnitude, distribution and timing of vertical, 
horizontal and tangential forces acting on said substantially 
rigid shoe assembly; 

(b) attachment means for securely holding said inner shoe to 
said hoof of said quadruped; 

(c) coupling means for securely engaging said outer-shoe to said 
inner-shoe; 

(d) signal receiving means for transmitting or processing signals 
from said individual force sensing elements which are indica- 
tive of the magnitude, distribution and timing of vertical, 
horizontal and tangential forces applied to said substantially 
rigid shoe assembly; 

(e) securement means for attaching said signal receiving means 
to a leg of said quadruped in a manner which does not alter 
the natural movement of said quadruped; and 

(f) interconnection means for transferring one or more signals 
between said individual force sensing elements and said sig- 
nal receiving means. 





6,038,936 
DUAL SPEED PTO SHAFT RETENTION AND SUPPORT 
SYSTEM 
George M. Butkovich, Lemont, and Vladimir Shubinsky, 
Northbrook, both of Ill., assignors to Case Corporation, 
Racine, Wis. 
Filed Nov. 6, 1998, Appl. No. 187,843 
Int. Cl.’ B60K /7/28; B25G 3//2 


US. Cl. 74—15.4 30 Claims 
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1. In an agricultural vehicle having an output sleeve for inter- 
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aperture that allows the outer plate to be longitudinally posi- 
tioned onto the first PTO behind a shoulder on the first PTO; 
an inner plate for coupling the outer plate to the output sleeve 

and thereby assisting in retaining the first PTO in longitudinal 

relation to the output sleeve, the inner plate including an inner 

plate aperture that allows the inner plate to be longitudinally 

positioned onto the output sleeve, the inner plate further 

including 

an inward protrusion into the inner plate aperture that is 
capable of being moved longitudinally past the outward 
protrusion of the output sleeve as the inner plate is longi- 
tudinally positioned onto the output sleeve, 

wherein the inward protrusion prevents removal of the inner 
plate from the output sleeve if, after the inward protrusion 
has been moved longitudinally past the outward protrusion, 
the inner plate is rotated with respect to the output sleeve so 
that the inward protrusion is in front of the outward protru- 
sion; and 

a fastener extending from the outer plate to the inner plate when 

the inward protrusion is in front of the outward protrusion and 

the outer plate is behind the shoulder, the fastener coupling 

the outer plate to the inner plate. 





6,038,937 
SHIFTER WITH INTEGRAL CONNECTOR 
Kim L. Van Order, Hamilton; Nels R. Smith, and Scott A. 
Hansen, both of Holland, all of Mich., assignors to Prince 
Corporation, Holland, Mich. 
Filed Mar. 26, 1998, Appl. No. 48,542 
Int. Cl.’ B60K 20/00; H01H 9/06 


U.S. Cl. 74—473 R 8 Claims 


1. A shift control for use with a vehicle automatic transmission 
having a shift control lever, said shift control comprising: 
a shift knob having an electrical plug including a pair of contacts 
formed at an end thereof and including electrical contacts; 
an electrical switch mounted to said shift knob and coupled to 
said contacts for providing an electrical signal to said contacts 
when actuated; and 

a sleeve for extending over a shift control lever, said sleeve 
including a socket for receiving said plug of said shift knob, 
said socket having contacts for coupling to said electrical plug 
of said shift knob, wherein said contacts of said plug are 
recessed within a U-shaped housing. 





6,038,938 
SHIFT FORK/GATE ASSEMBLY 


changeably supporting a first PTO and a second PTO and for Gerald Szczepanski, Detroit, and John Forsyth, Romeo, both 


transmitting rotational power thereto, and wherein the output 
sleeve includes an outward protrusion proximate an end of the 
output sleeve, an apparatus for retaining the first and second PTOs 

in longitudinal relation to the output sleeve comprising: 
an outer plate for retaining the first PTO in longitudinal relation 
to the output sleeve, the outer plate including an outer plate 


of Mich., assignors to New Venture Gear, Inc., Troy, Mich. 
Filed Oct. 14, 1997, Appl. No. 943,308 
Int. Cl.’ GOS5G 5/08; B23P 15/00 
U.S. Cl. 74—473.24 19 Claims 
1. A method of forming a shift fork/gate assembly for a manual 
transmission including a gear train having a plurality of gears 
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said integral connections including snap-together connections 
between said side components (14 and 16) for holding said 
side components together. 


6,038,940 
CONTROLLED ROBOTIC CARRIER 
Mark E. Rosheim, St. Paul, Minn., assignor to Ross-Himes 
Designs, Incorporated, Minneapolis, Minn. 
Filed Dec. 10, 1998, Appl. No. 208,784 
Int. Cl.’ GO5SG ///00; GO9B 9/08 
U.S. Cl. 74—490.11 


disposed thereon and a shift control assembly for selecting one of 
said plurality of gears, said method comprising: 
casting a support member; 
forming an aperture in said support member; 
forging a gate member; and 
coupling said gate member to said support member by inserting 
a portion of said gate member in said aperture and securing 
said portion to said support member. 


6,038,939 
MODULAR SINGLE LEVER ASSEMBLY FOR SHIFTING 
A VEHICLE TRANSMISSION 
Douglas J. Wheeler, Farmington Hills, Mich., assignor to Tele- 
flex Incorporated, Plymouth Meeting, Pa. 
Filed Jun. 25, 1998, Appl. No. 104,526 
Int. Cl.’ F16H 59/02; B60K 20/04 
U.S. Cl. 74—473.3 24 Claims 


11. A controlled relative motion system permitting a controlled 
motion member, joined to a base member, to selectively move with 
respect to said base member, said system comprising: 

a base support; 

a first pivot holder comprising at least one holding member; 

a first plurality of pivoting links at least one of which is rotatably 

coupled to said base support so as to be rotatable about a 
corresponding base link axis and rotatably coupled to said 
first pivot holder so as to be rotatable about a corresponding 
holder link axis including at least one of said first plurality of 
pivoting links being rotatably connected to said first pivot 
holder holding member, each of said first plurality of pivoting 
links that is coupled to both said base support and said first 
pivot holder having said corresponding base link axis thereof 
extending in a direction differing from that direction in which 
said corresponding holder link axis thereof extends, each of 
said first plurality of pivoting links that is coupled to both said 
base support and said first pivot holder having said corre- 
sponding base link axis thereof and said corresponding holder 
link axis thereof extending in different directions than do said 
corresponding base link axis and said corresponding holder 
link axis of any other of said first plurality of pivoting links 
that is also coupled to both said base support and said first 
1. A modular transmission shift assembly comprising; pivot holder; 
a base component (12) for attachment to a vehicle, a first plurality of force imparting members each coupled to 
a first side component (14) extending from said base, either said first pivot holder or one of said pivoting links in 
a second side component (16) extending from said base compo- said first plurality of pivoting links so as to be able to impart 
nent (12) and spaced from said first side component (14), force thereto to cause at least one of those said pivoting links 
a lever subassembly (18) pivotally supported between said side in said first plurality of pivoting links to rotate about an axis 
components for pivotal movement between shift positions, therethrough; and 
said assembly characterized by integral connections for connect- said first pivot holder further comprising first pivot holder sup- 
ing said components base component (12) said first side port having supported thereon a selected one of at least a 
component (14) and said second side component (16) portion of a control system, capable of directing said first 
together, plurality of force imparting members to impart selected 
said components being separate and independent from one forces, or of at least a portion of an information presentation 


another, system, capable of providing information in a selected form. 





OFFICIAL GAZETTE 


6,038,941 
TELESCOPING TORQUE TRANSMITTING SHAFT 
ASSEMBLY 
James M. Hobaugh, II, Lafayette, and Mark A. Cartwright, 


West Lafayette, both of Ind., assignors to TRW Inc., 


Lyndhurst, Ohio 
Filed Oct. 31, 1997, Appl. No. 962,015 
Int. Cl.’ B62D //18; F16D 3/06 
U.S. Cl. 74—493 





STEERING 
GEAR 





1. An apparatus comprising: 

an outer tubular member having an axis, said outer tubular 
member having a generally square cross-sectional shape; 

an inner member extending into said outer tubular member and 
coaxial with said outer tubular member, said inner member 
defining a solid, non-tubular central portion having a plurality 
of equally spaced linear arms projecting radially from said 
central portion; 

said outer tubular member and said inner tubular member having 
flat surfaces defining a plurality of races spaced circumferen- 
tially around one of said members; 

at least one rotatable element in each of said races, said rotatable 
elements engaging said outer tubular member and said inner 
member and guiding relative axial movement of said outer 
tubular member and said inner member and transmitting 
torque between said outer tubular member and said inner 
member, said at least one rotatable element engaging said flat 
surfaces of said outer tubular member at only two points and 
said flat surfaces of said inner member at only two points; and 

one of said members elastically applying radially directed force 
to said rotatable elements urging said rotatable elements radi- 
ally into contact with the other member to provide for a 
no-lash torque transmission between said members. 





6,038,942 
MANUALLY ADJUSTED DEVICE FOR CONTROL 
CABLE TERMINALS 
Carlos Gabas, and Jordi Casas, both of Barcelona, Spain, 
assignors to Fico Cables, S.A., Barcelona, Spain 
PCT No. PCT/ES97/00057, § 371 Date Oct. 8, 1997, § 102(e) 
Date Oct. 8, 1997, PCT Pub. No. WO97/35118, PCT Pub. 
Date Sep. 25, 1997 
PCT Filed Mar. 11, 1997, Appl. No. 930,872 
Claims priority, application Spain, Mar. 15, 1996, 9600634 
Int. Cl.’ F16C 1//0 
U.S. Cl. 74—500.5 9 Claims 
1. A manually adjusted device for terminals of control cables, 
comprising a longitudinal housing provided on a main body of a 
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terminal and open at one end; a regulating rod which is slideable in 
both directions and having an interior end and an exterior end, said 
regulating rod being linked to said longitudinal housing by said 
interior end so that said exterior end projects outwardly of the main 
body; means for securing a position of said regulating rod with 
respect to the terminal; thrust means including at least one thrust 
spring which works permanently under compression with one end 
resting against said interior end of said regulating rod and another 
end resting against the main body so that said regulating rod is 
permanently subjected to an action of a force directed from outside 
inwards; and a longitudinal housing in which said thrust spring is 
fitted, said longitudinal housing in which said thrust spring is fitted 
extending parallel to said longitudinal housing of which said 
regulating rod is fitted and being linked with said longitude hous- 
ing of said regulating rod by a guide groove; and a transverse 
thrust extension which traverses said guide groove and interacts 
with said thrust spring. 


6,038,943 
PISTON PIN, AND METHOD OF MAKING A PISTON PIN 
Jorg Vogelsang, Hagen, Germany, assignor to Jérg Vogelsang 
GmbH & Co., Hagen, Germany 
Filed Dec. 10, 1997, Appl. No. 987,952 
Claims priority, application Germany, Sep. 19, 1997, 197 41 
491 
Int. Cl.’ GOSG 1/00; F16J 1/14 
U.S. Cl. 74—579 E 


(ESL, 


8 Claims 


1. A piston pin used for connecting a piston to a connecting rod 
of an internal combustion engine comprising, a sleeve formed by 
rolling in a non-cutting manner and having a longitudinal slot 
therein, said sleeve has opposite end faces and includes an inner 
central cylindrical section in a longitudinal mid-section of the 
sleeve extending between the end faces, said central section is 
adjacent to each of an opposite sloped section defined by an 
expanding diameter and terminating in direction toward the end 
faces and wherein the sleeve is chamfered at a transition from the 
sloped sections and the end faces. 
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6,038,944 
APPARATUS FOR MANUFACTURING BUTTONS 
Benjamin A. Braunberger, Fond du Lac, Wis., assignor to 
Tecre Company, Inc., Fond du Lac, Wis. 
Filed Jul. 24, 1997, Appl. No. 899,613 
Int. Cl.’ B23P 11/00; D04D 7/04 
U.S. Cl. 79—4 14 Claims 


a head member fixed to the end of the handle, the head member 
having a pair of opposed side faces and a striking face; and 

securing means for holding a nail against one of the pair of side 
faces, the securing means including a pair of spaced apart 
protrusions integrally formed with the head member and 
extending from the one side face and a spring extending 
between the protrusions and being secured to the protrusions. 





6,038,946 
AXIALLY REPOSITIONABLE ADAPTER FOR USE WITH 
A RATCHET ASSEMBLY 
: : . Roger Lee Jackson, 943 E. Paulson, Lansing, Mich. 48906- 
1. Apparatus for manufacturing buttons and button medallions —_ 2936, and Mark E. Jackson, 1311 Hickory Rd., Lansing, 
from a flexible sheet, a shell, and a back comprising: Mich. 48906 
a. a box frame comprising a base, first and second columns Filed May 19, 1997, Appl. No. 858,372 
upstanding from the base, and a crown attached to the col- Int. Cl.’ B25B 23//6 
ae, : q U.S. Cl. 81—177.2 5 Claims 
. a die table rotatably indexable about the frame first column; 
. a handle pivotally connected to the crown; 
. fam means for reciprocating along a vertical axis in response 
to pivoting of the handle; 
. a pickup die and a crimp die each mounted to the die table, a 
selected one of the pickup die and the crimp die being 
placeable under the ram means in response to indexing the die 
table; and 
. Shifter means traveling in an arcuate path around the frame 
first column for controlling the ram means between a pickup 
mode and a crimp mode in response to indexing the die table 
to place the pickup die or the crimp die, respectively, under 
the ram means, wherein the ram means comprises: 
i. a ram plate engaging the handle and reciprocable along the 
vertical axis in response to pivoting of the handle, the ram 
plate defining at least one hole therein; 
ii. a ram inner plug fastened to the ram plate; 
iii. a ram outer ring slidable and rotatable over the ram inner 1. An axially repositionable adapter for a ratchet assembly, the 
pluq; ratchet assembly including a plurality of individual tool bits and a 
iv. at least one pin pressed in the ram outer ring and extending socket wrench, said axially repositionable adapter comprising: 
toward the ram plate; and a first elongate member having a first tool bit engaging end and 
v. finger means on the ram outer ring for positively bidirec- a second open end defining a hollowed and axially extending 
tionally rotating the ram outer ring between the pickup interior, an apertured portion being formed at a selected 
mode and the crimp mode in response to indexing the die location along said first elongate member which communi- 
table, the pin in the ram outer ring being out of alignment cates an exterior facing surface of said first member with said 
with the hole in the ram plate when the ram outer ring is in axially extending interior; ; eo . 
the pickup mode, the pin in the ram outer ring being in a second elongate member having a first inserting end for 
alignment with the hole in the ram plate when the outer securably sigue. 9 = telescoping and coaxially inserted 
haere a fashion within said axially extending interior of said first 
ring is in the crimp mode. elongate member and a second socket wrench engaging end, 
said second elongate member defining a polygonal shape in 
cross section which is contoured to match that of said hol- 
lowed interior of said first elongate member so as to prevent 
6.038.945 rotation dislocation occurring between said first and second 
. ania ieee i elongate members, a plurality of individual apertures formed 
NAIL STARTER INTEGRALLY FORMED IN HEAD FOR : aptervare i ie aie 3 eas ae 
along a selected surface of said second elongate member and 
= ¥: A HAMMER rm . being arranged in an axially and spaced apart fashion; and 
William J. Speare, Williams Bay, Wis., assignor to Speare ever means positioned within said apertured portion of said first 
Tools, Inc., Williams Bay, Wis. elongate member and securing to said first member in a 
Filed Jan. 16, 1999, Appl. No. 232,574 substantially level and flush fashion with respect to said 
Int. Cl.’ B25D 1/00 exterior facing surface, said lever means including a detent 
U.S. Cl. 81—23 6 Claims which seats within a first selected one of said individual 
1. A hammer comprising: apertures arranged along said second elongate member and a 
an elongated handle having an end; spring which is securably attached at an interior location 





2270 


within said first elongate member and which biases said lever 
means in a first locking direction, said lever means further 
including a pivot member assembly including an elongate arm 
which is secured by a transversely extending pin member to 
said first elongate member, said spring upwardly biasing a 
first selected end of said elongate arm on a first selected side 
of said pin member and downwardly biasing a second 
selected end of said elongate arm on an opposing side of said 
pin member, said detent extending from said second selected 
end which seats within a first selected one of said individual 
apertures arranged along said second elongate member, said 
detent projecting downwardly from said second end of said 
arm through said axially extending interior of said first elon- 
gate member and seating within said first selected aperture of 
said second elongate member; 

said lever means being actuated in a second and opposite releas- 
ing direction to unseat said detent from said first selected 
aperture and to permit said first and second elongate members 
to be axially repositioned in both inwardly and outwardly 
fashion relative to each other so as to establish a modified 
overall length of said adapter, said lever means being released 
so that said detent reseats within a second selected aperture. 





6,038,947 
QUICK RETURN FEED FOR MACHINE TOOL 
Clement Tremblay, Citrus Heights, Calif., assignor to Tri Tool 
Inc., Rancho Cordova, Calif. 
Filed Jul. 20, 1998, Appl. No. 118,940 
Int. Cl.’ B23B 5/08 
US. Cl. 82—113 


1. A quick return device for a tool feed mechanism comprising: 

a tool holder; 

a rotary feed screw threadedly connected to the tool holder, the 
rotary feed screw configured to drive the tool holder in feed 
and return directions when the feed screw is rotated; 

a pivotally mounted actuator input device and a one-way drive 
device connected to the actuator input device, the one-way 
drive device configured to transmit rotary input motion from 
the actuator input device to the feed screw in a single direc- 
tion only while preventing reverse rotation of the feed screw 
in the opposite direction; 

a releasable coupling between the one-way drive device and the 
feed screw enabling the one-way drive device to be uncoupled 
from the feed screw and the feed screw to be independently 
rotated relative to the one-way drive device when uncoupled 
therefrom. 
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6,038,948 
WORKPIECE SPINDLE DEVICE FOR A MACHINE 
TOOL 
Helmut Friedrich Link, Aichwald, and Giinther-Heinrich 
Trautmann, Kirchheim, both of Germany, assignors to 
Index-Werke GmbH & Co. KG Hahn & Tessky, Esslingen, 
Germany 
Continuation of application No. PCT/EP97/04896, Sep. 9, 
1997. This application Mar. 10, 1999, Appl. No. 266,170. 
Claims priority, application Germany, Sep. 13, 1996, 196 37 
256 
Int. Cl.’ B23B /9/02 


U.S. Cl. 82—147 14 Claims 
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1. A workpiece spindle device for a machine tool having a 
drivable workpiece spindle mounted in a spindle housing for 
rotation about a spindle axis, said workpiece spindle being pro- 
vided with a power-operated clamping device for gripping a work- 
piece to be machined, and a hydraulic actuating device for the 
clamping device, said actuating device having a hydraulic clamp- 
ing cylinder with a cylinder housing securely connected to the 
workpiece spindle as well as a piston displaceable in a cylinder 
chamber of the cylinder housing in the direction of the spindle axis 
and being in operative connection with the clamping device, 
wherein a hydraulic oil supply device is associated with the clamp- 
ing cylinder, said hydraulic oil supply device having an outer, 
non-rotating housing portion and connecting at least one oil chan- 
nel provided in the cylinder housing to an oil control device 
controlling the flow of hydraulic oil from a pressure oil source via 
an oil flow path to a cylinder chamber of the clamping cylinder, 
and the oil control device has a pressure regulating valve located 
between the pressure oil source and the oil supply device as well as 
a pressure oil storage device between the pressure regulating valve 
and the pressure oil source and, upstream of the pressure oil 
storage device, a check valve for preventing undesired pressure 
losses of the clamping cylinder, wherein 

(a) the non-rotating housing portion of the oil supply device and 

the spindle housing are securely connected to one another, 

(b) the oil control device is securely connected to the non- 

rotating housing portion of the oil supply device and is 
communicated to the oil supply device without any oil line 
therebetween, and that 

(c) the oil flow path between the oil control device and the 

cylinder chamber is free of a valve and therefore substantially 
unrestricted. 





6,038,949 
METHOD FOR DISPENSING REINFORCEMENT FIBERS 
Michael Horst Jander, Eupen, Belgium, assignor to NV Owens- 
Corning S.A., Brussels, Belgium 
Filed Sep. 14, 1998, Appl. No. 152,980 
Int. Cl.’ B26D 1/00 
US. Cl. 83—13 20 Claims 
1. A method for dispensing discrete length reinforcement fibers 
comprising the steps of: 
winding a continuous length of a reinforcement fiber around a 
base end of a form, the base end having a generally circular 
cross-section, to form generally circular coils, the form having 
a longitudinal axis; 
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side in the cutting direction, the locus being form by connect- 
ing a first moving point of the blade tip in the flat tube in the 
cutting direction. 


6,038,951 
HIGH SPEED FLYING SHEARS 
Poloni Alfredo, Redipuglia, Italy, assignor to Danieli & C. 
Officine Meccaniche SpA, Udine, Italy 
Filed Mar. 25, 1994, Appl. No. 217,657 
Claims priority, application Italy, Apr. 2, 1993, UD93A0055 
Int. Cl.” B23D 25/08 


moving the coils axially from the base end of the form to an 
elongated portion of the form, the elongated portion having an 
elongated cross-section, the coils being moved on a generally 
smooth exterior surface of the form which changes gradually 
from the generally circular cross-section to the elongated 
cross-section, to gradually change the shape of the coils from US. Cl. 83—105 
the generally circular shape to the elongated shape; 

cutting the elongated coils to form discrete length reinforcement 
fibers; and 

dispensing the discrete length reinforcement fibers. 











6,038,950 
METHOD FOR CUTTING TUBE 1. Flying shears for shearing rolled stock having a leading end 
Yuji Ogawa, Handa; Yasuo Abe, Kariya, and Tamotsu Inoue, segment, a main body and a trailing end segment, the rolling stock 
Nagoya, all of Japan, assignors to Denso Corporation, travelling at high speed, comprising: 
Kariya, Japan a pair of blade-holder drums, each bearing first and second 


Filed Nov. 3, 1997, Appl. No. 963,495 blades, rotatable in opposite directions about spaced parallel 
Claims priority, application Japan, Nov. 8, 1996, 8-296877 axes of rotation and defining a shearing area therebetween; 
Int. Cl.’ B26D //28 a one-channel switch of a start stop type provided upstream of 
U.S. Cl. 83—54 3 Claims said shearing area, the one-channel switch conveying rolled 
stock lengthwise, wherein said one-channel switch is laterally 
movable on an orientation plane substantially containing an 
axis of feed of the rolled stock and parallel to and lying 
between said axes of rotation of said pair of blade-holder 
drums; and 
a two-channel switch provided downstream of said shearing area 
and having a first channel for receiving and directing the 
leading end segment and the trailing end segment of the rolled 
stock, and a second channel for receiving and directing the 
main body of the rolled stock, said first and second channels 
being superimposed, at least at their upstream ends, on a plane 
perpendicular to the axes of rotation of said blade-holder 
drums and separated by a central partition plate, wherein said 
two-channel switch is laterally movabie substantially on the 
same orientation plane as, and in synchronization with, said 
1. A method for cutting a flat tube having first and second flat one-channel switch; 
surfaces, which is formed by folding a plate to have a plurality of — wherein said first blades of each blade-holder drum are arranged 
protrusion portions protruding from the first and second flat sur- on said pair of blade-holder drums so as to form a first pair of 
faces to an inside thereof, said protrusion portions having base blades to shear the leading end of the rolled stock and to 
portions from which the protrusion portions protrude on the first create at the downstream end of the main body of rolled stock 
and second flat surfaces, the protrusion portions being overlapped a first arcuate portion to enable the main body of rolled stock 
in a major-diameter direction of the flat tube to form overlapped to be introduced into said second channel of said two-channel 
portions, said method comprising: switch; and 
a driving cutting device having a blade portion, and moving said wherein said second blades of each blade-holder drum are 
cutting device relative to the flat tube; and arranged on said pair of blade holder drums so as to form a 
cutting the flat tube with the blade portion in a cutting direction second pair of blades to shear the trailing end of the rolled 
corresponding to the overlapped direct on in such a manner stock and to create in the downstream end of the trailing end 
that a locus connecting each point where a blade tip of said segment a second arcuate portion to enable the trailing end 
blade portion contacts the flat tube in the cutting direction segment to be introduced into said first channel of said two- 
passes through a position proximate to said base portions at a channel switch. 
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6,038,952 
SYSTEM AND METHOD FOR AUTOMATICALLY 
PROCESSING COIN COLLECTION BOXES 
Howard M. Citron, South Salem; David K. Asano, Shenorock; 
Henry R. Baietto, Northport; Sullivan S. Chen, Huntington, 
all of N.Y.; Alexis W. De Frondeville, Somerville, Mass.; 
Jeffrey H. Hahn, Greenwich, Conn.; Thomas J. Probst, Jr., 
White Plains, N.Y.; John E. Massucci, Bronx, N.Y.; Dinu 
Costin, Rosolyn Estates, N.Y., and Ralph E. Peragine, Mas- 
sapequa, N.Y., assignors to Nynex Science and Technology 
Inc., White Plains, N.Y. 
Division of application No. 08/838,709, Apr. 9, 1997, Pat. No. 
5,865,014, which is a division of application No. 08/551,217, 
Oct. 31, 1995, Pat. No. 5,768,760. This application May 13, 
1998, Appl. No. 78,161. 
Int. Cl.’ B26D 1/30 


U.S. Cl. 83—605 12 Claims 


1. A seal-removal tool for use with coin-collection boxes, each 
of the coin-collection boxes having a slotted hasp, a catch extend- 
ing through the slot of the hasp and having a passage defined 
therethrough, and a seal passing through the passage defined 
through the catch, thereby securing the hasp to the catch, the seal 


being generally orthogonal to a direction in which the catch 
extends, the seal removal tool comprising: 
a) a cutter, the cutter having 
i) a first slot within the catch of a coin-collection box may 
pass, and 
ii) at least one second slot for engaging at least one part of the 
seal, the at least one second slot having an edge for cleav- 
ing the seal, said at least one second slot extending gener- 
ally perpendicular to said first slot and intersecting said first 
slot; and 
b) an arm pivotable about an axle for pivoting the cutter into an 
engagement with a coin-collection box such that the catch of 
the coin-collection box passes within the first slot of the cutter 
and such that the at least one second slot receives and breaks 
the seal. 





6,038,953 
COMPOSITE MATERIAL C-ARM FOR SCROLL SAW 
Louis C. Brickner, Jr., Pittsburgh, Pa., and Barry D. Wixey, 

Jonesboro, Ark., assignors to Delta International Machinery 
Corp., Pittsburgh, Pa. 

Continuation of application No. 08/870,886, Jun. 6, 1997, 
which is a continuation of application No. 08/530,774, Sep. 
19, 1995, abandoned. This application Mar. 13, 1998, Appl. 

No. 41,980. 
Int. Cl.’ B27B 3/00 
US. Cl. 83—783 42 Claims 
1. A yoke for mounting a saw blade to a scroll saw, the scroll 
saw including a support for mounting the yoke to reciprocate about 
a work surface of the saw, the yoke comprising: 

a bracket adapted to be received by the support for mounting the 
yoke and further comprising first and second arms and a 
region connecting said first and second arms; 

each of said first and second arms having an end, each said end 
receiving an end of the saw blade to thereby connect the saw 
blade between said first arm and said second arm; and 
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said first arm and said second arm and said region connecting 
said first arm and said second arm being integrally formed as 
a unitary structure and of a fiber-reinforced composite mate- 
rial. 





6,038,954 
PORTABLE BANDSAW SAWMILL APPARATUS 
Frank Keener, 808 Dewey Ave., Mt. Vernon, Ill. 62864 
Continuation-in-part of application No. 08/668,375, Jun. 18, 
1996, abandoned. This application Jan. 27, 1998, Appl. No. 
14,261. 
Int. Cl.’ B27B 15/02; B23D 55/00 


US. Cl. 83—795 4 Claims 


1. A portable bandsaw sawmill apparatus comprising: 

a base extending generally horizontally and having a length, said 
base including a plurality of beams forming the periphery of 
said base, wherein at least two of the beams extend longitu- 
dinally along the length of the base, said base including cross 
braces extending between and connected to the longitudinally 
extending beams; 

a plurality of wheels mounted to said base, at least a portion of 
each wheel being disposed below said base for transporting 
said bandsaw sawmill apparatus; 

a plurality of posts, each post mounted on said base and extend- 
ing generally vertically therefrom; 

an overhead track frame fixedly supported by said posts at a 
fixed distance above said base, said track frame including a 
pair of longitudinally extending support rails each supporting 
a track, the tracks extending generally horizontally along the 
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length of said base, and the track frame further including 

cross braces extending between and connected to said support 

rails; 

a carriage assembly movably mounted on said tracks to move 
along the length of said base; 

a cutting assembly disposed between said base and said over- 
head track frame, said cutting assembly including: 

a saw frame, 

a pair of blade support wheels mounted on said saw frame and 
horizontally spaced from one another, 

a bandsaw blade mounted on said support wheels, said band- 
saw blade including a cutting portion extending generally 
horizontally between said wheels, wherein said cutting 
portion extends in a direction generally transverse to the 
length of said base, and 

bandsaw drive means for driving one of said support wheels 
to move said bandsaw blade; 

a raising and lowering assembly for raising and lowering said 
cutting assembly with respect to said base, said raising and 
lowering assembly including: 

a cross member mounted on said carriage assembly, 

at least two vertically extending tube assemblies, wherein said 
tube assemblies each include a pair of telescoping tubes, a 
first tube of each of said pairs of telescoping tubes being 
mounted to said cross member and extending downwardly 
therefrom and a second tube of each of said pairs of 
telescoping tubes being connected to said cutting assembly, 
and 

a means for extending and retracting said pairs of telescoping 
tubes; 

wherein said carriage assembly includes a carriage frame, a 
plurality of vertically oriented rollers mounted on said car- 
riage frame and contacting a top surface of a respective one of 
said tracks, and a plurality of horizontally oriented rollers 
mounted on said carriage frame and contacting a side surface 
of a respective one of said tracks; 

wherein said means for extending and retracting said pairs of 
telescoping tubes includes a screw mechanism connected to 
each of said second tubes, a sprocket connected to each of 
said screw mechanisms, a chain operably connected to each of 
said sprockets, and a motor having a drive sprocket driving 
said chain to turn said sprockets to extend and retract said 
pairs of telescoping tubes; 

wherein said bandsaw drive means includes a driven pulley 
connected to said one support wheel, and a motor mounted to 
said saw frame and having a drive pulley, wherein said drive 
pulley is connected to said driven pulley by an endless driving 
member; 

whereby said cutting assembly is movable horizontally along the 
length of said base to cut through a workpiece supported on 
said base, and movable vertically to cut workpieces of differ- 
ent thicknesses. 





6,038,955 
METHOD FOR AIMING THE WEAPON OF A WEAPON 
SYSTEM AND WEAPON SYSTEM FOR IMPLEMENTING 
THE METHOD 
Stefan Thiesen, Willich; Dieter Jungbluth, Herschbach, and 
Jiirgen Bocker, Oberhausen, all of Germany, assignors to 
Rheinmetall W.& M. GmbH, Ratingen, Germany 
Filed Apr. 17, 1998, Appl. No. 61,322 
Claims priority, application Germany, Apr. 18, 1997, 197 16 
199 
Int. Cl.’ F41G 1/00 
US. Cl. 89—41.17 5 Claims 
1. A method for aiming a weapon of a weapon system having an 
aiming system and a heat imaging device, said method comprising 
the sequential steps of: 
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designating a predetermined point of aim in a target region: 

firing a tracer projectile toward the target region; 

tracking the trajectory of the tracer projectile with the heat 
imaging device; 

from tracking data for the projectile detected by the heat imag- 
ing device, determining the amount of lateral deviation of the 
point of impact of the tracer projectile in the target region 
from the predetermined point of aim using an evaluation 
arrangement connected downstream of the heat imaging 
device; and, 

supplying the determined deviation values to at least the aiming 
system for readjustment of the aim of the weapon. 





6,038,956 
DYNAMIC PRESSURE REGULATOR CUSHION 
Norman Lane, 1314 Northside Dr., Ormond Beach, Fla. 32174 
Filed Apr. 2, 1998, Appl. No. 54,163 
Int. Cl.’ F16D 3//02 
U.S. Cl. 91—409 


2 
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1. A dynamic pressure regulator cushion for use with a fluid 
power actuator, said fluid power actuator comprising a piston 
disposed within a cylinder, said dynamic pressure regulator cush- 
ion comprising a pressure sensor attached to a valve, an upper 
surface of said pressure sensor being exposed to fluid at driving 
pressure which tends to close said valve, a lower surface of said 
pressure sensor being exposed to fluid pressure ahead of said 
piston which tends to open said valve, means to adjust a differen- 
tial pressure at which said valve opens, fluid ahead of said piston 
communicating with an exterior of said cylinder through said 
valve, whereby during a cushion part of a piston stroke fluid 
presure in said cylinder ahead of said piston is maintained at a 
constant, pre-determined level above driving pressure, resulting in 
smooth linear piston deceleration to near zero at end of stroke. 





OFFICIAL GAZETTE 


6,038,957 
CONTROL VALVES 
Alexander Gareth Ertmann, and Mark Sadler, both of Lincoln- 
shire, United Kingdom, assignors to Commercial Intertech 
Limited, Grantham, United Kingdom 
PCT No. PCT/GB96/03061, § 371 Date Jun. 15, 1998, § 102(e) 
Date Jun. 15, 1998, PCT Pub. No. WO97/22809, PCT Pub. 
Date Jun. 26, 1997 
PCT Filed Dec. 12, 1996, Appl. No. 91,125 
Claims priority, application United Kingdom, Dec. 15, 1995, 
9525617; Dec. 15, 1995, 9525618 
Int. Cl.” F1SB 1/1/08 


U.S. Cl. 91—461 15 Claims 


1. A control valve for controlling the flow of fluid through the 
valve in proportional dependence upon a variable control input, the 
control valve comprising flow control means providing a control- 
lably variable fluid throughput in use of the control valve, said 
throughput being controlled in dependence upon pressure in a 
control chamber fed with fluid tapped from the upstream side of 
the valve via a control element, fluid being drained from the 
chamber under external control to vary pressurisation of the cham- 
ber as the control input to the control valve, the control element 
being coupled to the flow control means to vary the feed to the 
control chamber in dependence upon the fluid throughput and in a 
sense providing negative feedback. 





6,038,958 
PORTING FOR HYDRAULIC PRESSURE 
TRANSFORMER 
Francis J. Raab, Chillicothe, [ll., assignor to Noax B.V., Neth- 
erlands 
Filed Apr. 7, 1998, Appl. No. 56,271 
Int. Ci.’ FOIB 3//0 


U.S. Cl. 91—486 4 Claims 


1. A pressure transformer for the conversion of hydraulic power 
from a first fluid flow having a first fluid pressure into the hydraulic 
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power of a second fluid flow having a second pressure by control- 
ling a third fluid flow having a third pressure, the hydraulic 
pressure transformer having a housing with three port connections, 
a rotating group having a barrel with a face surface and a plurality 
of piston assemblies each slideably disposed in respective cylin- 
ders that have cylinder ports defined in the barrel and opening to 
the face surface, each of the cylinder ports are spaced from one 
another around a predetermined circumference, a displacement 
control mechanism operatively associated with the respective pis- 
ton assemblies to control the volume of fluid within each cylinder 
between a minimum and a maximum volume as the rotating group 
rotates, and an adjustable port plate having a face surface with 
three arcuate slots defined therein spaced from one another around 
a predetermined circumference that is substantially equal to the 
predetermined circumference of the cylinder ports, the face surface 
of the adjustable port plate being in mating contact with the face 
surface of the rotating group and each of the three arcuate slots 
being in communication with respective ones of the three ports in 
the housing, the pressure transformer comprising: 
each cylinder port having a leading edge, a trailing edge, and 
first and second spaced apart circumferential sides, the lead- 
ing edge and the trailing edge of each cylinder port being 
oriented along a plane that does not coincide with the axis of 
the barrel; 
each arcuate slot having a leading edge, a trailing edge, and first 
and second spaced apart circumferential sides, the leading 
edge and the trailing edge of each arcuate slots being oriented 
along a plane that does not coincide with the axis of the port 
plate; and 
at various locations during relative rotation between the barrel 
and the port plate, the leading edge of the respective cylinder 
ports and the leading edge of the respective arcuate slots are 
radially concurrent. 





6,038,959 
CYLINDER DEVICE FOR DISPLACING WORKPIECE 
Takayuki Sawada, Toride, Japan, assignor to SMC Kabushiki 
Kaisha, Tokyo, Japan 
Filed Sep. 16, 1997, Appl. No. 931,751 
Claims priority, application Japan, Oct. 9, 1996, 8-268981 
Int. Cl.’ FO1B 25/26 


U.S. Cl. 92—5 R 18 Claims 
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1. A cylinder device comprising: 
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a base plate having a fluid passage defined therein; 

a casing fixedly mounted on said base plate and having a fluid 
inlet/outlet port defined therein and a through hole defined 
therein, said fluid inlet/outlet port communicating respectively 
with said fluid passage; 

a piston fixed to said base plate; 

a cylinder reciprocally movably disposed in said through hole, 
said cylinder defining a plurality of chambers at piston-head 
and piston-rod ends of said piston; 

a top plate fixed to said cylinder for displacement in unison with 
the cylinder; 

a first branch passage defined in said piston and communicating 
at one end thereof with said fluid passage, and opening at 
another end thereof into one of the plurality of chambers at a 
piston-bead end of said piston; 

a second branch passage defined in said base plate and commu- 
nicating at one end thereof with said fluid passage, and 
opening at another end thereof into another of the plurality of 
chambers at a piston-rod end of said piston; and 

the arrangement being such that when a fluid under pressure is 
supplied through said fluid inlet/outlet port, through said fluid 
passage and through said first and second branch passages 
substantially simultaneously into said plurality of chambers, a 
fluid pressure buildup is developed simultaneously in said 
plurality of chambers to displace said cylinder and said top 
plate with respect to said piston. 

10. A cylinder device comprising: 

a base plate having first and second fluid passages defined 
therein; 

a casing fixedly mounted on said base plate and having a pair of 
fluid inlet/outlet ports defined therein and a through hole 
defined therein, said pair of fluid inlet/outlet ports communi- 
cating respectively with said first and second fluid passages; 

a piston fixed to said base plate; 

a cylinder reciprocally movably disposed in said through hole, 
said cylinder defining first, second and third chambers at 
piston-head and piston-rod ends of said piston; 

a top plate fixed to said cylinder for displacement in unison with 
the cylinder; 

a first branch passage communicating at one end thereof with 
said first fluid passage, and opening at another end thereof 
into said first cylinder chamber for providing communication 
between one of said fluid inlet/outlet ports and said first 
cylinder chamber; 

a second branch passage communicating at one end thereof with 


US. Cl. 92—12.2 
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6,038,960 
RECIPROCATING PISTONS OF PISTON-TYPE 
COMPRESSOR 


Eiji Fukushima, and Shigemi Shimizu, both of Gunma, Japan, 


assignors to Sanden Corporation, Gunma, Japan 
Filed Oct. 8, 1998, Appl. No. 168,154 
Claims priority, application Japan, Oct. 8, 1997, P09-275756 
Int. Cl.’ FO1B 3/00; 13/04 
9 Claims 


1. A piston-type fluid displacement apparatus comprising: 
a housing enclosing a crank chamber, a suction chamber, and a 
discharge chamber, said housing including a cylinder block 
wherein a plurality of cylinder bores are formed: 
a drive shaft rotatably supported in said cylinder block; 
a plurality of pistons, each said pistons slidably disposed within 
one of said cylinder bores, each of said pistons including 
a cylindrical body and an arm portion axially extending from 
a first axial end of said cylindrical body, and 

a pair of engaging portions formed said first axial end of said 
cylindrical body and said arm portion, said cylindrical body 
of said pistons including an hollow portion therein; 

a plate having an angle of tilt and tiltably connected to said drive 
shaft; 

a bearing coupling said plate to each of said pistons, such that 
said pistons reciprocates within said cylinder bores upon 
rotation of said plate; and 

at least two apertures formed on said first axial end of said 
cylindrical body of said piston and fluidly communicates with 
said hollow portion of said piston, said at least two apertures 
have a rectangular shape and radially extend along said cylin- 
drical body of said piston. 





6,038,961 
FLUSH MOUNT REMOTE SEAL 


said first fluid passage, and opening at another end thereof Giovanni Filippi, Brenham, Tex., and Rudolphus Louis Maria 


into said third cylinder chamber for providing communication 
between said one of the fluid inlet/outlet ports and said third 
cylinder chamber; and 

a third branch passage communicating at one end thereof with 
said second fluid passage, and opening at another end thereof 
into said second cylinder chamber for providing communica- 
tion between the other fluid inlet/outlet port and said second 
cylinder chamber; 

the arrangement being such that when a fluid under pressure is 
introduced through said first fluid passage and through said 
first and second branch passages substantially simultaneously 
into said first cylinder chamber and said third cylinder cham- 
ber, a fluid pressure buildup is developed simultaneously in 
said first cylinder chamber and said third cylinder chamber to 
displace said cylinder and said top plate with respect to said 
piston, and when said fluid under pressure is introduced 
through said second fluid passage and through said third 
branch passage into said second cylinder chamber, a fluid 
pressure is developed in said second cylinder chamber to 
displace said cylinder and said top plate with respect to said 
piston. 


U.S. Cl. 92—98 R 


van Os, Wuustwezel, Belgium, assignors to Rosemount Inc., 
Eden Prairie, Minn. 
Filed Mar. 2, 1998, Appl. No. 33,374 
Int. Cl.’ F15B /9/00 
15 Claims 


1. A method of manufacture for a remote seal, the method 


comprising: 
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welding a fusible metal disc of material having a thickness of 
between about 4 inches and about “ie inches to a flange, the 
metal disc having a hole therein with an inner diameter 
substantially congruous with an outer diameter of a cavity in 
the flange, the metal disc and the flange having melting points 
such that the two may be TIG welded together, whereby disc 
material may be fused with common TIG welding techniques; 
and 

attaching an outer diameter of a diaphragm made of the same 
metal as the fusible metal disc to the disc proximate to the 
inner diameter of the disc such that the diaphragm covers the 
hole in the disc but exposes a flat portion of the disc. 





6,038,962 
APPARATUS FOR MOVING A CARRIER 
John E. Farmer, and Randy J. Erwin, both of St. Petersburg, 
Fla., assignors to Farmer Mold and Machine Works, Inc., St. 
Petersburg, Fla. 

Division of application No. 08/949,798, Oct. 14, 1997, Pat. No. 
5,900,030, Provisional application No. 06/028,394, Oct. 15, 
1996, Pat. No. 4,243,096. This application Jun. 1, 1998, Appl. 
No. 88,158. 

Int. Cl.’ FOIB 15/04 


US. Cl. 92—118 15 Claims 
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1. An apparatus for moving a carrier with fluid pressure, com- 

prising: 

a shaft having an annular piston extending from said shaft; 

a carrier drive for driving the carrier; 

said carrier drive comprising a cylindrical barrel extending 
between a first and a second end member; 

said cylindrical barrel being in sealing engagement with said 
annular piston with said first and second end members being 
located on opposed sides of said annular piston for slidably 
and rotatably mounting said carrier drive relative to said shaft; 

a first and a second seal coacting between said first and second 
end members and said shaft for defining a first and a second 
chamber; 
first and a second channel extending through said shaft to 
communicate with said first and second chambers, respec- 
tively; 

a valve system for connecting the fluid pressure to said first and 
second channels for enabling said first chamber to expand 
upon the introduction of fluid pressure into said first chamber 
for moving said carrier in a first axial direction along said 
shaft; 

said valve system enabling said second chamber to expand upon 
the introduction of fluid pressure into said second chamber for 
moving said carrier in a second axial direction along said 
shaft; 

a carrier drive gear mounted relative to said carrier drive; 

a drive gear in engagement with said carrier drive gear for 
rotating said carrier on said shaft; and 

said drive gear being elongated for enabling said drive gear to be 
maintained in continuous engagement with said carrier drive 
gear independent of the axial position of said carrier drive 
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along said shaft for enabling said carrier drive to be simulta- 
neously rotated and axially moved relative to said shaft. 





DISPOSABLE BEVERAGE BREWING SYSTEM 

Robert Patterson, Winneconne; Rebecca E Whitmore, Chilton; 

Debra D. Bowers, Menasha, and Dean P. Swoboda, DePere, 

all of Wis., assignors to Fort James Corporation, Deerfield, 

Mil. 

Provisional application No. 60/058,560, Sep. 11, 1997. This 

application Sep. 11, 1998, Appl. No. 152,051. 
Int. Cl.’ A47J 31/06 


U.S. Cl. 99—287 25 Claims 


1. A disposable filter press device for making a brewed beverage 
from a combination of liquid and material to be brewed, compris- 
ing: 

a first disposable cup having a closed bottom, an open top and a 
sidewall extending around an entire circumferential extent of 
the first cup; 

a second disposable cup having a bottom end, an open top and a 
sidewall extending around the entire circumferential extent of 
the second cup, the sidewall of said second cup being sized 
and configured substantially the same as the sidewall of said 
first cup so that said second cup is positionable in said first 
cup, said second cup including a filter for separating the 
brewed beverage from the material that is used to brew the 
brewed beverage by moving the second cup relative to the 
first cup; and 

means for connecting said second cup to said first cup with said 
second cup being in an inverted, bottom end up position. 


6,038,964 
CONVECTION BASED COOKING APPARATUS WITH 
IMPROVED AIR-FLOW 
Jimmy A. Sikes, P.O. Box 443, Vidalia, Ga. 30475 
Provisional application No. 60/061,042, Sep. 26, 1997. This 
application May 22, 1998, Appl. No. 83,416. 
Int. Cl.’ A47J 37/00;37/04;37/07; A23L 1/00 
U.S. Cl. 99—340 24 Claims 

1. A convection cooking apparatus comprising: 

cabinet having surfaces that define a cabinet interior; 

a baffle positioned substantially vertically within the cabinet 
interior and separating the cabinet interior into a heating 
chamber and a cooking chamber with one surface of the baffle 
forming at least one surface of the heating chamber and 
another surface of the baffle forming at least one surface of 
the cooking chamber; 

an air inlet in direct fluid communication with the heating 
chamber for receiving air into the cabinet interior; 

an air outlet in direct fluid communication with the cooking 
chamber for venting the cooking chamber; 
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an air passage in direct fluid communication with the heating 
chamber and the cooking chamber for communicating air 
from the heating chamber to the cooking chamber; 

a heating source operatively coupled to the heating chamber; 
and 

a drafting means for creating an air-flow through the air inlet, 
the air passage, and the air outlet, the drafting means being 
coupled to the air outlet. 


BARBECUE GRILL 
Robert J. Thorndyke, Thorsens Projects Canada, Ltd., 2 Rog- 
ers Road, Site M Box #4, R.R. #3 Brighton, Ontario, 
Canada, KOK 1H0 
Provisional application No. 60/101,435, Sep. 22, 1998. This 
application Sep. 22, 1999, Appl. No. 404,247. 
Int. Cl.” A47J 37/00;37/04;37/07 


U.S. Cl. 99—340 12 Claims 


1. A portable multi-functional barbecue grill comprising: 

a rectangular base casing having an open top, a vented bottom 
and a supporting means on its bottom surface for elevating 
said base casing; 

said base casing containing a removable rectangular grill and a 
burner grate for dispensing a heating source; 

a rectangular lid casing having an external temperature gage, a 
deep well containing a removable rectangular grill and a 
burner means for dispensing a heating source; 

a removable pan for both the base casing and the lid; 

a removable rectangular perforated heating plate for positioning 
on the base casing; 

a removable V-shaped roasting rack for positioning in the 
removable pan for both the base casing and the lid: 

a rotisserie element attached to opposing sides of the lid; 
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a 90° and 180° opening hinge means connecting the lid to the 
base casing for positioning the lid normal or horizontal, 
respectively, to the base casing; and 

the lid and the base casing connected to a fuel source tank or 
each connected to separate fuel source tanks integrally 
attached; 

whereby the multi-functional grill apparatus can barbecue, bake, 
pan broil, and roast food on a rotisserie. 





6,038,966 
APPARATUS FOR COOKING EGGS 


Jonathan P. Spence, 215 N. Broad St., Grove City, Pa. 16127 


Filed Apr. 30, 1998, Appl. No. 70,368 
Int. Cl.” A22C 7/00 


U.S. Cl. 99—440 19 Claims 





1. An apparatus for cooking eggs, comprising: 

a first plate including at least one recess, the at least one recess 
having a first side and a second side; 

a second plate including at least one receiving pocket, the 
second plate having a first side and a second side; 

a lock-down assembly, the lock-down assembly configured to 
removably secure the first plate to the second plate such that 
the at least one recess in the first plate substantially aligns 
with the at least one receiving pocket in the second plate to 
form at least one cavity to receive an egg; and 

a cover plate removably secured to the first plate by the lock- 
down assembly such that the first plate is located between the 
cover plate and the second plate, the cover plate having a first 
side and a second side, with the second side of the cover plate 
facing the first plate, 

wherein the cover plate includes at least one projection extend- 
ing from the second side of the cover plate, and 

wherein the second side of each recess in the first plate, is 
adapted to removably receive the at least one projection 
extending from the second side of the cover plate. 


6,038,967 
STRAPPING MACHINE HAVING PRIMARY AND 
SECONDARY TENSIONING UNITS AND A CONTROL 
SYSTEM THEREFOR 
Yee C. Chak, Hoquiam; Bryan R. Dierick, Montesano, and 
Gary L. Hylton, Hoquiam, all of Wash., assignors to Oval- 
strapping, Inc., Hoquiam, Wash. 

Division of application No. 08/751,875, Nov. 18, 1996, Pat. No. 
5,809,873. This application Sep. 9, 1998, Appl. No. 150,491. 
Int. Cl.’ B65B /3/22;/3/06 
U.S. Cl. 100—2 30 Claims 

1. In a bundling system for bundling one or more objects 
positioned within a track with tape shaped material, the bundling 
system having a dispenser of tape material, the track, a first motor 
driven pinch roller unit, and a motor driven tape material cutting 
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and securing unit, a method of controlling the bundling system 

comprising the steps of: 

driving the first pinch roller unit forward; 

feeding the tape material about the track from the dispenser; 

activating the cutting and securing unit to secure a free end of 
the tape material; 

reversing the first pinch roller unit; 

tensioning the tape material about the objects; 

monitoring a position of the tape material; 

halting the first pinch roller unit when a monitored position of 
the tape material has a predetermined relationship to a 
selected value; 

fixedly securing the free end and an upstream portion of the tape 
material together; and 

cutting the upstream portion of the tape material from a remain- 
der of the tape material. 





6,038,968 
STENCIL PRINTER AND METHOD OF STOPPING IN 
PLACE PRINTING DRUM OF THE PRINTER 
Yoshikazu Hara; Katsuro Motoe, and Hisashi Sanagi, all of 
Ibaraki-ken, Japan, assignors to Riso Kagaku Corporation, 
Tokyo, Japan 
Filed Aug. 17, 1998, Appl. No. 134,545 

Claims priority, application Japan, Aug. 20, 1997, 9-223861 
Int. Cl.’ B41L 13/04 

6 Claims 


1. A stencil printer comprising 

a printing drum which is supported for rotation about its longi- 
tudinal axis and is provided with a clamp means for clamping 
an end portion of a stencil master, thereby holding the stencil 
master on the printing drum, 

a paper supply means which supplies printing sheets to the 
printing drum in synchronization with rotation of the printing 
drum, 

a first motor which drives the paper supply means by way of a 
first transmission mechanism, 
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a second transmission mechanism which is operatively con- 
nected to the first transmission mechanism to be driven by the 
first motor by way of the first transmission mechanism, 
thereby rotating the printing drum, 

a phase adjustment means which can drive the second transmis- 
sion mechanism with the first transmission mechanism held in 
place, thereby changing the relative phases of rotation of the 
printing drum and sheet supply operation of the paper supply 
means, 

a second motor which drives the phase adjustment means, 

a master feed means which feeds a stencil mater to a predeter- 
mined clamping position in which it is clamped by the clamp 
means on the printing drum, 

a drum position sensor which generates a detecting signal upon 
detection that the printing drum comes to a reference position 
where the clamp means is in said clamping position, and 

a control means into which the detecting signal is input from the 
drum position sensor and which controls the first and second 
motors, wherein the control means stops the printing drum in 
said reference position by driving the first motor to rotate the 
printing drum in one direction, stopping the first motor upon 
receipt of the detecting signal from the drum position sensor, 
and driving the second motor to rotate the printing drum to 
said reference position by way of the second transmission 
mechanism. 





6,038,969 
TENSIONING FRAME 


Milan Podlipec; Bostjan Podlipec, both of Vrhnika; Janez 


Zepic, Ljubljana, and Kilijan Vizjak, Kranj, all of Slovenia, 
assignors to LPKF d.o.o., Zgornje Jezersk, Slovenia 

Filed Nov. 10, 1998, Appl. No. 188,262 
Claims priority, application Germany, Nov. 10, 1997, 197 49 


449 


Int. Cl.’ BOSC 17/08 
20 Claims 





1. A tensioning frame for a metal foil or synthetic resin film 


having mounting perforations adjacent its margin, said tensioning 
frame comprising 


a frame member having a plurality of sides; 

at least one tensioning bar extending along a respective side of 
said frame member, each of said at least one tensioning bar 
being pivotably mounted on its respective side of said frame 
member and carrying a plurality of holding pins which engage 
in mounting perforations of a foil or film to be tensioned; 

a fulcrum strip that extends along an outward side of each of 
said at least one tensioning bar relative to the frame member, 
each of the at least one tensioning bar being pivotable against 
the fulcrum strip; 

an elastically deformable inflatable tensioning tube disposed 
alongside each of said at least one tensioning bar adjacent an 
inward side thereof relative to said frame member; and 

a pressure fluid source in fluid communication with each ten- 
sioning tube; 





Marcu 21, 2000 


each said tensioning tube being inflatable by said pressure fluid 
source to expand the tensioning tube against the adjacent at 
least one tensioning bar and pivot the at least one tensioning 
bar in an outward direction relative to said frame member, 
whereby a foil or film having its mounting perforations 
engaged on the holding pins of the at least one tensioning bar 
will be tensioned. 


6,038,970 
SCREEN PRINTING MACHINE REGISTRATION 
SYSTEM 
John R. Benedetto; William Gillespie, Jr., and Deborah Bene- 
detto, all of Everett, Wash., assignors to Universal Screen- 
printing Systems, Inc., Everett, Wash. 

Provisional application No. 60/110,823, Dec. 2, 1998, Provi- 
sional application No. 60/110,677, Dec. 2, 1998. This applica- 
tion Jan. 14, 1999, Appl. No. 231,944. 

Int. Cl.’ BOSC /7/08 


US. Cl. 101—127.1 4 Claims 


1. In a screen printing machine having a cabinet including 
upright side walls; the cabinet further including a shelf extending 
laterally inward from the upright side walls, the shelf for support- 
ing a print screen; the cabinet including a first shelf corner and an 
opposed second shelf corner; an improvement comprising: 

a registration mechanism for forcing the print screen into a 
registration position on the cabinet shelf, the mechanism 
including a flexible spring arm angled inward and attached to 
the cabinet opposed second shelf corner; 

wherein during use, the registration mechanism maintains the 
print screen on the cabinet shelf by pushing the print screen 
into the cabinet first shelf corner. 





6,038,971 
METHOD AND APPARATUS FOR PRODUCING A 
SCREEN-PRINTING STENCIL 
Hannes Fischer, Worgl, Austria, assignor to Schablonentechnik 
Kufstein Aktiengesellschaft, Kufstein, Austria 
Filed Aug. 18, 1998, Appl. No. 135,583 
Claims priority, application European Pat. Off., Aug. 18, 
1997, 97 114 203 
Int. Cl.’ B41M ///2 
U.S. Cl. 101—129 22 Claims 
1. A method of producing a screen-printing stencil comprising 
the steps of: 
providing a cylinder support device having a solid surface; 
placing a substantially cylindrical screen on the cylinder support 
device; 
producing a positive pressure within the cylinder support device 
to block passage of screen-printing material through apertures 
in the screen with the solid surface of the cylinder support 
device; 
applying a layer of screen-printing material in accordance with a 
predetermined pattern covering predetermined areas; and 
filling apertures in the substantially cylindrical screen with the 
screen-printing material; 


GENERAL AND MECHANICAL 


whereby printing patterns formed by the substantially cylindrical 
screen and screen-printing material have substantially 
increased modeling ability which in turn substantially 
increases printing quality. 





6,038,972 
QUICK CHANGE SYSTEM FOR A PRESS 
Christopher Delwiche; Joseph Bero, and Gregory Ginnow, all 
of Green Bay, Wis., assignors to Paper Converting Machine 
Company, Green Bay, Wis. 
Filed Dec. 29, 1998, Appl. No. 222,210 
Int. Cl.’ B41F 5/00 


U.S. Cl. 101—216 14 Claims 


1. A robotic apparatus for a press having a pair of rolls, each of 
the rolls having first and second ends, comprising a first lift 
assembly adjacent the first end of the rolls, a second lift assembly 
adjacent the second end of the rolls, each of the lift assemblies 
including a frame and a pick-up carriage mounted on the frame for 
vertical movement, each pick-up carriage including a pair of lifting 
devices and means for extending and retracting each lifting device, 
means for raising and lowering the pick-up carriage on the frame, 
whereby lifting devices which are extended can engage the end of 
a roll and lifting devices which are retracted do not engage the end 
of a roll, and means for moving the lift assemblies in a first 
horizontal direction. 


6,038,973 
WEB INFEEDING OR THREADING DEVICE FOR 
ROTARY PRINTING PRESSES 

Jean Claude Marmin, Estrees-Saint-Denis, France, assignor to 

Heidelberger Druckmaschinen AG, Heidelberg, Germany 

Filed Jun. 29, 1998, Appl. No. 106,413 
Claims priority, application France, Jun. 27, 1997, 97 08112 
Int. Cl.’ B41F 13/56 

U.S. Cl. 101—225 17 Claims 

1. A web threading device for rotary printing presses, compris- 
ing at least one flexible threading element for threading a material 
web along a web path through components of a rotary printing 
press, at least one transporter assigned to said at least one threading 
element, said transporter passing by the components of the rotary 
printing press, said threading element being actuatable for taking 
up a leading end of the material web; and 
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a drive station mounted on a traverse for driving said threading 
element. 





6,038,974 
GRIPPER DECELERATION CROSS FOLDER 
John S. Richards, Barrington, N.H., assignor to Heidelberger 
Druckmaschinen AG, Heidelberg, Germany 
Filed Nov. 5, 1998, Appl. No. 186,435 
Int. Cl.’ B65H 5//0; B41F 1/08; B42C 1/00 
U.S. Cl. 101—232 18 Claims 


1. A gripper deceleration cross folder device comprising: 

a rotatably mounted jaw cylinder including a plurality of jaw 
devices; 

a rotatably mounted gripper decelerator drum forming a nip with 
the jaw cylinder; 

a plurality of gripper decelerator devices mounted on the gripper 
decelerator drum, the plurality of gripper decelerator devices 
for gripping and decelerating signatures; and 

a respective tucking device corresponding to each of the plural- 
ity of gripper decelerator devices. 





6,038,975 
PRINTING ROLLER FOR CHANNEL-FREE PRINTING 
Eduard Hoffmann, Bobingen, and Wolfgang Prem, Kutzen- 
hausen, both of Germany, assignors to MAN Roland Druck- 
maschinen AG, Offenbach am Main, Germany 
Continuation of application No. 08/526,924, Sep. 12, 1995, 
abandoned. This application Jul. 1, 1997, Appl. No. 886,231. 
Claims priority, application Germany, Sep. 15, 1994, P 44 32 
816 
Int. Cl.’ B41F /3//0 
U.S. Cl. 101—375 1 Claim 
1. A printing roller for channel-free printing, comprising: 
a roller core (1) including an outer surface; 
a sleeve-shaped printing form (2) including an inner surface 
position about said outer surface of said roller core; 
a thin intermediate layer (7) having a thickness and positioned at 
least partially between said outer surface of said roller core 
(1) and said inner surface of said sleeve-shaped printing form 
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(2) for adjusting and securing the printing form (2) on the 
printing roller, said outer surface of said roller core (1) includ- 
ing a reduced region (9) including a substantially cylindrical 
surface having a circumference, and a surface region (5) 
including a substantially cylindrical surface having a circum- 
ference and air outlet bores (6) opening at said surface of said 
surface region, said circumference of said reduced region 
being smaller than said circumference of said surface region 
by an amount equal to said thickness of said intermediate 
layer and said air outlet bores opening at said surface of said 
surface region in an elevated position relative to said surface 
of said reduced region (9); and 

a notch (8) extending around the outer surface of the roller core 
(1) at a position between said reduced region (9) and said 
surface region (5) for providing a guide to cut said interme- 
diate layer. 





6,038,976 
SUCTION-AIR CONTROL DEVICE 
Karl-Heinz Helmstadter, Sinsheim, and Raimund Schréder, 
Hockenheim, both of Germany, assignors to Heidelberger 
Druckmaschinen AG, Heidelberg, Germany 
Filed Dec. 24, 1998, Appl. No. 220,326 
Claims priority, application Germany, Dec. 24, 1997, 197 57 
925 
Int. Cl.’ B41F //30;21/10;21/00;13/24;5/16 


U.S. Cl. 101—410 10 Claims 


























1. In a suction-air control device for controlling suction air 
applied to suction openings of a printing-press cylinder receiving 
printing substrates having various formats, the improvement com- 
prising: 

a suction air source; 

a control air source; 

at least one pneumatically controllable valve disposed on the 
printing-press cylinder connecting the suction openings of the 
printing-press cylinder to said suction-air source and having a 
pneumatically adjustable actuating element connected to said 
control air source; 

a first pneumatic control device for timed or cyclically feeding 
the suction air from the suction air source; 

a second pneumatic control device connected to said control air 
source, to said at least one pneumatically controllable valve 
and to said pneumatically adjustable actuating element, for 
controlling said at least one pneumatically controllable valve, 
for pneumatically adjusting said actuating element with the 
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control air from said control air source, and for controlling the 
suction air from the suction air source dependent upon the 
format of the printing substrate. 


6,038,977 
MULTIPLE PRINTING PROCESS REGISTRATION 
METHOD 
Daniel E. Haney, 9755 Montclaire Dr., Mason, Ohio 45640, and 
Matthew J. Haney, 6381 Beaconwoods Dr., Cincinnati, Ohio 
45230 
Filed Jun. 19, 1998, Appl. No. 100,704 
Int. Cl.’ B41F ///0 
US. Cl. 101—490 


1. A method of printing first and second images on a stretchable 
flexible substrate using successive silk screening and digital print- 
ing processes, the method comprising: 

printing a first image on the stretchable flexible substrate using a 

silk screen and producing a first image on a stretched flexible 
substrate, the first image caused by the silk screen and the 
stretchable flexible substrate stretching during printing; 
mounting a template material on a drum of a digital printer; 
printing a second image on the template material with the digital 
printer, the first and second images being related to form a 
composite image; 

placing the stretched flexible substrate on the drum of the printer 

with respect to the template material; 
aligning the stretched flexible substrate in a desired position so 
that the first image on the stretched flexible substrate is in 
alignment with the second image on the template material; 

mounting the stretched flexible substrate on the drum of the 
digital printer at the desired position; and 

printing the second image on the stretched flexible substrate 

using the digital printer, whereby the first image and the 
second image are aligned. 


6,038,978 

SHOTSHELL HAVING A PROTECTIVE BARRIER LAYER 
Melvin Ward Harris, Worden, Ill., and Scott Hayward May- 

field, Creve Coeur, Mo., assignors to Olin Corporation, East 

Alton, Ill. 

Filed Feb. 11, 1998, Appl. No. 22,233 
Int. Cl.’ F42B 5/30 

U.S. Cl. 102—467 19 Claims 
1. A shotshell comprising: 
a projectile; 
a propellant charge; 


GENERAL AND MECHANICAL 





a hull having a plastic portion extending for a substantial portion 
of a length of the shotshell and accommodating the projectile 
in a front portion and the propellant charge in an aft portion; 

a metallic cap attached to the hull at an aft end of the hull; and 

a thermally protective material selected from the group consist- 
ing of paper and fiberglass and adhered to a substantially 
cylindrical exterior surface of the plastic portion. 





6,038,979 
INSENSITIVE WARHEAD CASINGS 

Fred W. Watson, Montross; Wayne Hannock, King George; 
Robert Lam, Spotysylvania, and George Evans, Woodford, 
all of Va., assignors to The United States of America as 
represented by the Secretary of the Navy, Washington, D.C. 
Division of application No. 08/721,308, Jun. 30, 1996, now 
Defensive Publication No. H1779. This application Jul. 7, 

1997, Appl. No. 888,383. 
Int. Cl.’ F42B 39/14;12/20 


US. Cl. 102—481 1 Claim 


1. An insensitive warhead casing for containing an explosive 
comprising a hollow cylindrical casing having a plurality of 
tightly-wound resin-coated continuous carbon fiber threads and 
having molded interior screw threads adjacent one end, said plu- 
rality of tightly-wound resin-coated continuous carbon fiber 
threads further comprise a first layer forming an interior surface of 
said hollow cylindrical casing and containing said molded interior 
screw threads therein, a second layer wound longitudinally over 
said first layer, and a third layer wound over said second layer, said 
resin-coated carbon fiber threads having a glass transition tempera- 
ture of less than 250 degrees Fahrenheit. 
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6,038,980 
TRANSFERRING FREIGHT OR PASSENGER CABS 
BETWEEN MOVING BOGIES 
Joseph Bittar, Avon; Frederick H. Barker, Bristol; Anthony 
Cooney, Unionville; David I. Perl, Simsbury; Richard E. 
Peruggi, Glastonbury, and Michael D. Silverberg, Hunting- 
ton, all of Conn., assignors to Otis Elevator, Farmington, 
Conn. 
Filed Feb. 13, 1998, Appl. No. 23,640 
Int. Cl.’ B61K 1/00 


US. Cl. 104—20 11 Claims 


1. A transport system comprising: 

a first track extending between a pair of destinations; 

a second track disposed immediately adjacent said first track; 

a plurality of horizontal transport bogies, at least one on each 
track, each having transverse rails disposed thereon; and 

a plurality of passenger cabs, at least one of said passenger cabs 
having wheels for moving on said transverse rails, said pas- 
senger cabs and said bogies comprising means for moving 
said passenger cabs on said transverse rails from one of said 
bogies traveling on one of said tracks at a given speed to 
another one of said bogies traveling on the other of said tracks 
at said given speed adjacent to said one bogie and with the 
rails of said bogies aligned with each other. 





6,038,981 
TWO-WHEELED BOGIE FOR TRACK-GUIDED 
VEHICLES 
Andreas Daberkow, Frankfurt, Germany; Ralf Krause, Bethel 
Park, Pa.; Norbert Ott, Hanau, and Rolf Krouzilek, Berlin, 
both of Germany, assignors to Daimler-Benz Aktiengesell- 
schaft, Stuttgart, and ABB Daimler-Benz Aktiengesellschaft, 
Henningsdorf, both of Germany 
PCT No. PCT/EP96/04411, § 371 Date Apr. 13, 1998, § 102(e) 
Date Apr. 13, 1998, PCT Pub. No. WO97/14597, PCT Pub. 
Date Apr. 24, 1997 
PCT Filed Oct. 10, 1996, Appl. No. 51,495 
Claims priority, application Germany, Oct. 14, 1995, 195 38 
379 
Int. Cl.’ B61F 5/00 
U.S. Cl. 105—168 17 Claims 
1. A two-wheeled running gear for a track-guided vehicle com- 
prising: 
a running gear frame having a first side and a second side 
opposite the first side; 
a wheel carrier having a first side and a second side opposite the 
first side; 
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first and second wheels, the first wheel coupled to the first side 
of the wheel carrier, the second wheel coupled to the second 
side of the wheel carrier, each wheel having a center and a 
circumference, the first and second wheels being aligned 
substantially parallel to one another on a line connecting the 
centers of the wheels and the circumferences of the wheels 
being substantially perpendicular to the line connecting the 
centers of the wheels, the first and second wheels being 
maintained at a substantially uniform distance from one 
another; 

first and second vertical pivot pins, the first vertical pivot pin 
coupled to the first side of the wheel carrier and movably 
connected to the first side of the running gear frame, the 
second vertical pivot pin coupled to the second side of the 
wheel carrier and movably connected to the second side of the 
running gear frame, the first and second wheels located 
between the first and second vertical pins; and 

means for controlling a movement of the first pivot pin relative 
to the running gear frame such that, during a curved track 
drive, the first pivot pin is held substantially in place relative 
to the running gear frame while the second pivot pin moves 
relative to the running gear frame so that the line connecting 
the centers of the wheels is maintained substantially parallel 
to the radius of curvature of the track. 


whee 
= 





6,038,982 
TABLE WITH A HEIGHT-ADJUSTABLE TABLETOP 
PART 
Uli Witzig, Wolfhausen, Switzerland, assignor to Provenda 
Marketing AG, Rehetobel, Switzerland 
Filed Dec. 9, 1998, Appl. No. 208,128 
Claims priority, application European Pat. Off., Dec. 29, 
1997, 97811030 
Int. Cl.’ A47F 5/12 

U.S. Cl. 108—3 12 Claims 

1. A table, comprising: 

a tabletop which is sub-divided into a fixed tabletop part, a 
height-adjustable tabletop part, and a pivoting tabletop part 
between the fixed and height-adjustable tabletop parts, 

a support frame, said fixed tabletop part being secured to said 
support frame, 
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said pivoting tabletop part having one end pivotally coupled to 
one of the support frame and the fixed tabletop part, and 
another end pivotally coupled to one end of said height- 
adjustable tabletop part. 





6,038,983 
TABLE ARRANGEMENT FOR MOTOR VEHICLES 

Wilhelm Lendl, Forststrasse 18, D-73666 Baltmannsweiler, 

Germany 
PCT No. PCT/DE95/01773, § 371 Date Aug. 25, 1997, § 102(e) 

Date Aug. 25, 1997, PCT Pub. No. WO96/18520, PCT Pub. 

Date Jun. 20, 1996 

PCT Filed Dec. 11, 1995, Appl. No. 849,829 

Claims priority, application Germany, Dec. 13, 1994, 44 44 

329 
Int. Cl.’ A47B 23/00 


U.S. Cl. 108—44 1 Claim 








1. A table arrangement for mounting on a steering wheel of a 

motor vehicle, which comprises: 

a table top (1, 11); 

a lower part (3, 13) connected with a table top along one edge by 
hinges; 

a table top support device that is pivotally supported on a lower 
surface of said table top at a position remote from said hinges 
which acts as an adjusting device for adjusting said table top 
relative to the lower part; 

indentations or protrusions on an inner surface of said lower part 
which support an end of said table top support device in a 
pivoted position for securing said table top at different angles 
with respect to said lower part; 

an anchoring devices, (5, 15) secured to a bottom surface of said 
lower part for securing said table arrangement to said steering 
wheel of said vehicle, 

said anchoring device being secured to said bottom surface of 
said lower part, via a tongue-in-groove connection for adjust- 
ment relative to said bottom surface of said lower part; 

said anchoring device including spaced hook means extending 
therefrom adapted to reach partially around different parts of 
the steering wheel to engage and secure the table arrangement 
on a side of said table arrangement remote from a person 
positioned relative to the steering wheel; and 

an upper surface of said table top includes at least one recess for 
catching liquids and holding beverages and other items. 


GENERAL AND MECHANICAL 


6,038,984 
TOOL TRAY 
Rodney T. Freitag, 1004 Bygland Rd., East Grand Forks, 
Minn. 58204 
Filed Sep. 1, 1998, Appl. No. 145,001 
Int. Cl.’ A47B 23/00 
3 Claims 


1. A tool tray having a bottom panel and front and rear panels 
extending upward from front and rear of the bottom panel and 
opposing lateral side panels with an open top, a pair of resilient 
straps mounted on opposite portions of the bottom panel with their 
upper ends and with their lower ends extending downward from 
the tray in opposing lateral relation, said straps having lateral 
outward bowed intermediate portions for engaging a vehicle tire 
having outward bowed side portions when the tray is positioned on 
the tops of the tire to secure the tray to the tops of the vehicle tire, 
said tray having front and rear adjustment panels mounted to the 
front and rear panels of the tray and adjustable upward and 
downward at the front and rear of the tray relative to the bottom of 
the tray to firmly engage the tire along its tread to the front and rear 
of the tray to prevent the tray when mounted to the tire from tilting 
toward the front or toward the rear. 





6,038,985 
DINING TABLE HAVING EXPANDABLE TABLE TOP 
Sen-Jung Chang, Taichung Hsien, Taiwan, assignor to Pei Chi 
Enterprise Co., Ltd., Taichung Hsien, Taiwan 
Filed Jun. 1, 1998, Appl. No. 87,979 
Int. Cl.’ A47B 1/00 
U.S. Cl. 108—84 


1. A table comprising: 
a locating frame having two fastening supports; 
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a sliding mechanism on said two fastening supports; 
an underside of said locating frame fixed on a frame support; 
a first table top having two leaves engaged on said sliding 
mechanism to permit said two leaves to be opened or closed 
together; 
a second table top engaged between said two fastening supports 
such that said second table top can be raised or lowered in 
relation to said locating frame; 
wherein said sliding mechanism comprises: 
two slide rail members fixed to said two fastening supports; 
each of said two slide rail members having a frame strip and 
two slide plates; 

two slide wheels rotatably engaged at ends of each said frame 
strip; 

a traction unit fixed to each of said two slide plates; 

each traction unit consisting of a containing case fixed to one 
of said two side plates, a traction member fastened at a first 
end thereof with said containing case, said traction member 
being wound over one of said two slide wheels, and fas- 
tened at a second end thereof with another containing case 
fastened with another one of said two slide plates; 

wherein said two slide plates are slidably engaged on each of 
said frame strips by a plurality of guide wheels rotatably 
engaged on each of said two slide plates to open or close 
said first table top. 


6,038,986 
BRAKE OPERATIONAL CONTROL 
Matthew J. Ransil, Ashville, and Donald R. Pangborn, 
Jamestown, both of N.Y., assignors to Weber Knapp Com- 
pany, Jamestown, N.Y. 


Filed Dec. 17, 1998, Appl. No. 215,838 
Int. Cl.’ A47B 9/00 


US. Cl. 108—145 


1. A mechanism having a base; a work surface; mounting means 
for mounting said work surface for vertical movement relative to 
said base; a counterbalance mechanism for providing a counterbal- 
ance force opposing a downward force tending to lower said work 
surface; a locking mechanism for releasably retaining said work 
surface in a desired vertical position, said locking mechanism 
including release means for releasing said locking mechanism to 
permit vertical movement of said work surface; and control means 
for selectively controlling said release means, said control means 
having an operator movable between locking and release positions 
and coupling means to couple said operator to said release means 
for normally effecting operation of said release means upon move- 
ment of said operator into said release position, and said locking 
mechanism is connected to said coupling means intermediate said 
operator and release means for preventing operation of said release 
means by said operator when said counterbalance and downward 
forces are out of balance by some given extent. 


OFFICIAL GAZETTE 
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6,038,987 
METHOD AND APPARATUS FOR REDUCING THE 
CARBON CONTENT OF COMBUSTION ASH AND 
RELATED PRODUCTS 
Casmir J. Koshinski, Ambridge, Pa., assignor to Pittsburgh 
Mineral and Environmental Technology, Inc., New Brighton, 
Pa. 
Filed Jan. 11, 1999, Appl. No. 228,630 
Int. Cl.’ BO7B 4/00;7/00; F23J 3/00; C04B 14/00 
U.S. Cl. 110—344 16 Claims 





1. A method for reducing the carbon content of a combustion ash 
containing siliceous ash particles and carbon particles comprising: 

subjecting said combustion ash to comminution to reduce the 
particle size of said siliceous ash particles and said carbon 
particles; 

separating a portion of said carbon particles from said combus- 
tion ash by subjecting the comminuted combustion ash to a 
flow of gas which separates said portion of said carbon 
particles from said siliceous ash particles to obtain said com- 
bustion ash with reduced carbon content; and 

effecting said comminution of said combustion ash by autog- 
enous grinding. 

10. A method of creating a concrete mix comprising: 

subjecting a combustion ash containing siliceous ash particles 
and carbon particles to comminution to reduce the particle 
size of the siliceous ash particles and said carbon particles; 

separating a portion of said carbon particles from the combus- 
tion ash by subjecting the comminuted combustion ash to a 
flow of gas which separates said portion of carbon particles 
from the siliceous ash particles to obtain said combustion ash 
with reduced carbon content; 

admixing said combustion ash with reduced carbon content with 
an aggregate material and cement to create the concrete mix; 
and 

effecting said comminution of said combustion ash by autog- 
enous grinding. 


6,038,988 
WASTE INCINERATING METHOD AND APPARATUS 
WITH COUNTER-CURRENT EXHAUST GAS FLOW 
Albert Merz; Hubert Vogg, both of Karlsruhe, and Roland 
Walter, Graben-Neudorf, all of Germany, assignors to Fors- 
chungszentrum Kalsruhe GmbH, Karlsruhe, Germany 
Continuation-in-part of application No. PCT/EP96/03198, Jul. 
19, 1996. This application Jan. 20, 1998, Appl. No. 9,027. 
Claims priority, application Germany, Jul. 20, 1995, 195 26 
457 
Int. Cl.’ F23G 7/06; 15/00; F23B 5/00; F23C 9/00; F23L 9/00 
U.S. Cl. 110—346 9 Claims 
1. A method of incinerating waste material in a waste incinerator 
having a combustion chamber with different zones disposed 
between opposite side walls of the chamber, and a grate on which 
waste the material is moved through said combustion chamber and 
through which primary air is supplied from below grate to the 
waste material for combustion of the waste material in said zones 
to form hot combustion gases which are conducted both above the 
waste material on the grate in parallel flow with the movement of 
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the waste material on said grate and below installation components 
disposed above the grate and which gases are then conducted 
above the installation components to a discharge opening in 
counter-current flow to the flow of said combustion gases above 
the grate, said method comprising the steps of: 

maintaining, in a first zone of the combustion chamber above the 

grate, an average temperature of less than 900° C., 
maintaining, in a second zone adjacent said first zone, an aver- 
age temperature of about 1000° C., 
maintaining, in a third zone adjacent said second zone, an 
average temperature which is between 950° C. and 860° C., 
and is thus lower than that in said second zone 
maintaining, in a fourth zone adjacent said third zone, a tem- 
perature of between 860° C. with 680° C., 

admitting primary air from below said grate to said first, second, 
third and fourth zones through said grate in a controlled 
manner such that the combustion in said first and second 
zones is under-stoichiometric, 

admitting additional combustion air through the side walls to 

said first and second zones below said installation components 
and above said grate, said additional air being heated before 
entering said combustion chamber to a temperature corre- 
sponding to about the temperature in the respective zone of 
the combustion chamber to which said additional air is admit- 
ted, said waste material on said grate being burned by said 
combustion air and forming combustion gases which are 
conducted above said grate in the same direction as said waste 
material is moved on said grate around said installation com- 
ponents and then conducted above said installation compo- 
nents in a counter-current flow to the movement of said waste 
material being burned on said grate, while no additional air is 
supplied to the counter-current exhaust gas flow above said 
installation components. 

4. An incineration apparatus including a combustion chamber 
having a grate on which waste material is moved through the 
combustion chamber, installation components disposed above said 
grate, side walls disposed at opposite sides of said grate and tightly 
receiving therebetween said installation components, said installa- 
tion components forming an intermediate wall extending over the 
length of said grate and dividing said combustion chamber into a 
primary area between said grate and said intermediate wall and a 
secondary area between said intermediate wall and the top of said 
combustion chamber and forming at the end of said intermediate 
wall a flow reversal area for reversing the flow of the combustion 
gas flowing in said primary area in the same direction as the waste 
material on said grate and in said secondary area in the opposite 
direction, said side walls including cooling air passages and hav- 
ing, at least in some areas, between said primary area and said 
cooling air passages, a permeability for air such that air supplied to 
said cooling air passages can pass through said side walls into the 
respective primary combustion chamber areas. 


190-263 OG D-00 -- 27 :QL3 


GENERAL AND MECHANICAL 


6,038,989 
TURF INJECTOR WITH GROUND SLITTING KNIVES 
Robert C. Comer, Lilydale, and David J. Scherbring, Shako- 
pee, both of Minn., assignors to The Toro Company, Minne- 
apolis, Minn. 
Filed Apr. 30, 1998, Appl. No. 70,194 
Int. Cl.’ AOIC 23/02 


U.S. Cl. 111—123 10 Claims 














1. A turf injector that includes a frame that is movable over the 
ground, wherein the frame includes at least one injector unit, 
wherein the at least one injector unit includes a knife that cuts a slit 
into the ground as the frame passes over the ground and a chemical 
applicator following the knife for applying chemicals into the slit 
formed by the knife, wherein the improvement relates to the 
ground slitting knife and comprises: 

a cutting edge on the slitting knife that is inclined rearwardly 
and downwardly taken with respect to a forward direction of 
movement of the frame, and means for mounting the knife on 
the frame at a fixed, non-adjustable angle of inclination rela- 
tive to the horizontal, wherein the knife mounting means 
comprises at least two longitudinally spaced apart mounting 
holes received on two fixed and longitudinally spaced apart 
pins so that the angle of inclination of the cutting edge of the 
knife cannot be changed, wherein the mounting holes are 
provided on the knife and the pins are fixed to the frame, 
wherein the pins are carried on a base plate fixed to the frame, 
and further including a clamping plate secured to the base 
plate for clamping the knife in place against the base plate 
with the knife being received between the base plate and the 
clamping plate. 





6,038,990 
SEEDER AND LIQUID APPLICATOR 
Virgil Simpson, Ransom, Kans., assignor to Simpson Farm 
Enterprises, Inc., Ransom, Kans. 
Filed Jun. 2, 1999, Appl. No. 324,259 
Int. Cl.’ AO1C 5/06;23/02 


U.S. Cl. 111—124 15 Claims 





1. A seeder and liquid applicator for a spreader mounted on a 
planter with a seed source, which seeder and liquid applicator 
comprises: 

a) a support connected to the spreader; 
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b) a seed hose adapted for connection to the seed source and 
having a hose discharge end; 

c) a T-head including an inlet port connected to the hose dis- 
charge end and a pair of outlet ports oriented laterally; 

d) seeder mounting means for mounting one of said hose dis- 
charge end and said T-head on said support; 

e) a liquid tube adapted for connection to a liquid source on the 
implement and having a tube discharge end; 
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providing a through hull of a watercraft, said fitting providing a 
bore through said hull; 

coupling an output of a bilge pump to a first end of said bore 
disposed inside said hull; 

coupling a first end of a hose to a second end of said bore 
disposed outside of said hull and a second end of a hose to an 
enclosed volume; and 

running said bilge pump. 


f) a liquid discharge associated with said tube discharge end; and 
g) liquid tube mounting means for mounting said tube on said 


support. 





6,038,993 
LIVE WELL AERATOR SYSTEM 
Thomas Joseph Vento, 1802 Mariner Dr., No. 21, Tarpon 
Springs, Fla. 34689 
Filed Dec. 14, 1998, Appl. No. 211,498 
Int. Cl.’ B63B 35/14 





6,038,991 
SEAT FOR USE ON AN INNER TUBE 
Ricky F. Nelson, 17511 Compass Rose Cir., Crosby, Tex. 77532- 


4210 12 Claims 


U.S. Cl. 114—255 
Filed Mar. 29, 1999, Appl. No. 280,935 
Int. Cl.’ B63B 3/38 


U.S. Cl. 114—131 15 Claims 





1. A boat live well aeration system comprising: 

a boat hull including a sea-chest having an inlet and an outlet; 

a bait well; 

a pump for pumping water from said sea-chest to said bait well; 
and 

a vent line connected to said sea-chest for venting air from said 
sea chest, said vent line being provided with a valve which 
closes in response to a change in pressure and/or water level. 


. An apparatus for use on an inner tube comprising: 

a body having a channel formed therearound, said channel 
having a size suitable for receiving an exterior surface of the 
inner tube; and 

a seat formed centrally of said body, said seat having a back 
portion extending upwardly above said channel at one end of 
said body, said body and said seat being integrally formed 
together of a polymeric material, said back portion of said 
seat extending at an approximately thirty degree angle relative 
to a bottom of said body, said seat having a bottom extending 
below said bottom of said body. 





6,038,994 
SMALL BOAT SUPPORT AND RIGGING APPARATUS 
AND METHOD OF USE 
Wayne N. Ford, and Jerri M. Ford, both of 19401 Newhaven 
La., Huntington Beach, Calif. 92646 
Continuation-in-part of application No. 08/977,533, Nov. 25, 
1997, abandoned. This application Mar. 1, 1999, Appl. No. 
259,205. 
Int. Cl.’ B63B 35/40 





6,038,992 
BILGE OUTLET HULL FITTING FOR WATER CRAFT _ US. Cl. 114—259 
Glenn S. Smith, South Lake Tahoe, Calif., assignor to Glenn 
Smith, S. Lake Tahoe, Calif. 
Filed Jul. 12, 1999, Appl. No. 352,185 
Int. Cl.’ B63B /3/00 


12 Claims 


US. Cl. 114—183 R 





1. A support and rigging apparatus for securing a small craft to a 

vessel afloat in a body of water, the apparatus comprising: 

a plurality of support arms for supporting the small craft, the 
arms, each, providing a first arm portion joined to, and 
extending rearwardly from, the vessel, the arms, each, further 
providing a second arm portion positioned adjacent to a water 
surface of the body of water, the second arm portion of each 
of the support arms providing an upwardly facing surface 
extending under and contacting the bottom of the small craft 
functional for supporting the small craft thereupon adjacent to 


1. A method for discharging bilge water from water craft com- 
prising: 
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the water surface, the second arm portion having a length that 
is less than half of the beam of the small craft. 


6,038,995 
COMBINED WEDGE-FLAP FOR IMPROVED SHIP 
POWERING 

Gabor Karafiath, Silver Spring, and Dominic S. Cusanelli, 

Frederick, both of Md., assignors to The United States of 

America as represented by the Secretary of the Navy, Wash- 

ington, D.C. 

Filed Oct. 10, 1997, Appl. No. 948,013 
Int. Cl.’ B63B //00 


U.S. Cl. 114—271 18 Claims 


\ . 2.8 
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1. A combination for affecting the hydrodynamics of a hullform 
having a hull aftside and a hull underside which converge at a stern 
corner, said combination comprising wedge means and flap means, 
said wedge means being below said hull underside and at least 
substantially before said hull aftside, said flap means being at least 
substantially behind said hull aftside, said wedge means having a 
wedge undersurface and a wedge aft-periphery, said flap means 
having a flap undersurface and a flap fore-periphery, said wedge 
aft-periphery and said flap fore-periphery each being contiguous 
said stern corner, said hull underside having associated therewith 
an approximate longitudinal bisector passing therethrough, said 
wedge undersurface and said flap undersurface each being 
obliquely oriented with respect to said approximate longitudinal 
bisector. 


6,038,996 
MODULAR BOAT ANCHOR AND KIT 
Richard Giles, 67 S. 300 East, Springville, Utah 84663 
Filed Nov. 24, 1998, Appl. No. 198,739 
Int. Cl.’ B63B 2//24 


U.S. Cl. 114—297 34 Claims 


1. A modular boat anchor, comprising: 


GENERAL AND MECHANICAL 
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a shank with a link end and a pivot end, said pivot end having 
two apertures, a pivot aperture and a shear aperture; 

fluke means for preventing a water craft from drifting away from 
a determined area, said fluke means having a mount, said 
fluke means having two apertures including a hinge aperture 
and a break aperture, said mount being configured for detach- 
ably coupling with said pivot end of said shank; 

pivot means for pivotally fastening said shank with said fluke 
means at said pivot aperture of said shank and at said hinge 
aperture of said fluke means; and 

shear means for releasably engaging said shank with said fluke 
means at said shear aperture of said shank and at said break 
aperture of said fluke means, wherein said shear means is 
capable of breaking at a characteristic yield point upon being 
subjected to stress, thereby enabling said fluke means to pivot 
away from said shank. 


6,038,997 
APPARATUS FOR TALLYING THE AMOUNT OF TIME 
FOR WHICH A PAIR OF CONTACT LENSES HAVE BEEN 
WORN 
Donna Madden, 40 Pearl St., Mystic, Conn. 06355 
Filed Sep. 17, 1997, Appl. No. 932,434 
Int. Cl.’ GO9F 9/00 


U.S. Cl. 116—308 7 Claims 


1. An apparatus for tallying the length of time for which a pair of 

contact lenses have been worn, comprising: 

a support member in the form of an approximately flat plate, 
said support member having an approximately planar surface 
adapted to receive a contact lens case; 

means for releasably retaining the contact lens case on the 
approximately planar surface of the support member; and 

counting means coupled to the approximately planar surface of 
the support member for indicating the length of time for 
which the pair of contact lenses have been worn. 


6,038,998 
DEVICE FOR APPLYING POWDER TO SHEETS 

Hans Platsch, Stuttgart, Germany, assignor to Heidelberger 

Druckmaschinen AG, Heidelberg, Germany 

Filed Dec. 10, 1997, Appl. No. 988,259 

Claims priority, application Germany, Dec. 10, 1996, 196 51 

302; Nov. 25, 1997, 197 51 972 
Int. Cl.’ BOSC 19/00 

U.S. Cl. 118—46 25 Claims 

1. A device for applying powder to sheets, the sheets having 
respective upper and lower sides and passing sequentially along a 
route of a conveyor in a printing press to form a sheet pile, the 
device comprising: 
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a sheet guiding device for generating a powder-bearing gas and 
for applying the powder of the gas to the lower sides of the 
sheets prior to the formation of the sheet pile, said sheet- 
guiding device formed with a sheet-guiding-surface following 
the route of the conveyor. 


6,038,999 
DEVICE FOR THE RELATIVE VACUUM DEPOSITION 
OF A MATERIAL ON PARTS IN A LOOSE STATE 
Jean-Marc Cattenot, Cizc, France, assignor to Metatherm, 
Pont de Roide, France 
PCT No. PCT/FR95/01485, § 371 Date Jul. 15, 1997, § 102(e) 
Date Jul. 15, 1997, PCT Pub. No. WO96/16198, PCT Pub. 
Date May 30, 1996 
PCT Filed Nov. 10, 1995, Appl. No. 849,291 
Claims priority, application France, Nov. 18, 1994, 94 14488 
Int. Cl.’ C23C 16/00 


US. Cl. 118—723 R 11 Claims 


1. A machine for the deposition, in a continuous or intermittent 
process, and under relative vacuum, of a material on parts in a 
loose state, said machine comprising: a housing; a chamber which 
is carried on said housing and in which there is placed at least one 
cathode that is negatively polarized with respect to said chamber, 
and means, carried on said housing, for keeping the chamber under 
a relative vacuum of at least one gaseous agent, wherein said 
chamber is mounted rotationally about an axis inclined with 
respect to the horizontal inside said housing, the chamber having 
an upper aperture for introducing the parts in a loose state directly 
into said chamber and a lower aperture for discharging said parts 
after the deposition of said material. 
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6,039,000 
FOCUSED PARTICLE BEAM SYSTEMS AND METHODS 
USING A TILT COLUMN 

Charles J. Libby, Winchester, and Billy W. Ward, Merrimac, 

both of Mass., assignors to Micrion Corporation, Peabody, 

Mass. 

Filed Feb. 11, 1998, Appl. No. 22,065 
Int. Cl.’ C23C 16/00 


U.S. Cl. 118—723 E 13 Claims 











12. A particle beam system for interacting with a workpiece, said 
system comprising: 
a housing for housing the workpiece, and 
means for processing the workpiece contained in said housing, 
said means including 
a work stage assembly adapted a) for supporting a workpiece, 
b) for translating the workpiece along a first axis, c) for 
translating the workpiece along a second axis perpendicular 
to the first axis, and d) for rotating the workpiece about a 
third axis perpendicular to both the first axis and the second 
axis, said work stage means having a work stage axis 
substantially parallel to the third axis, and 
first particle beam source for etching and imaging the 
workpiece supported by the work stage assembly, the first 
particle beam source having a first particle beam axis, the 
first particle beam source being tiltable from a first position, 
with the first particle beam axis substantially parallel to the 
third axis, to a second position, with the first particle beam 
axis forming an acute angle with the third axis, 
such that the particle beam system can etch and image a 
vertical cross-section of the workpiece without offsetting 
the work stage axis from the third axis. 





6,039,001 
TEATCUP LINER WITH DESIRED MOUTHPIECE 
CHAMBER VACUUM 
Scott A. Sanford, Oregon, Wis., assignor to DEC International, 
Inc., Madison, Wis. 
Filed May 19, 1998, Appl. No. 81,151 
Int. Cl.’ A01J 5/06 
U.S. Cl. 119—14.47 11 Claims 
1. A teatcup liner comprising an elongated flexible generally 
tubular liner extending along a longitudinal axis, said liner having 
an upper section for mounting to a teatcup, a mouthpiece chamber 
including a shoulder below said upper section, and a barrel below 
said shoulder, said barrel having alternating exterior and interior 
axially extending flutes, said shoulder being fluteless along both its 
exterior and interior, wherein: 
said shoulder has a constant inner radius and a constant outer 
radius in a plane normal to said axis; 
said exterior flute of said barrel transitions to said shoulder along 
a first arc having a positive radius of curvature; 
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said interior flute of said barrel transitions to said shoulder along 
a second arc having a positive radius of curvature, then along 
a third arc having a negative radius of curvature, then along a 
fourth arc having a positive radius of curvature. 





6,039,002 
MOVING HEAD GATE FEEDING APPARATUS 
Douglas R. Strankman, P.O. Bex 250, Blackfalds, Alberta, 
Canada, TOM 0J0 
Filed Mar. 19, 1999, Appl. No. 272,771 
Int. Cl.’ AO@1K 5/00 
U.S. Cl. 119—57.1 
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1. A feed head gate for allowing livestock to feed from an open 
end of an elongated agricultural storage bag of the type formed of 
tubular flexible sheet plastic; 

said feed head gate comprising: 

an elongated framework; 

said framework having ground engaging means for mounting 
said framework in front of an open end of said bag and 
transverse to a longitudinal axis of said bag for preventing 
free passage of the livestock from a rear side of said 
framework to said open end of said bag; 

said framework having a portion thereof defining a plurality 
of openings for allowing the livestock to reach through said 
framework from said rear side exposed to the livestock to a 
front side thereof facing said open end of said bag; 

a sheet plastic storage means mounted on said framework and 
extending at least a portion of the length of said framework; 
and 

drive means for activating said storage means to thereby 
gather sheet plastic of said bag as feed is consumed from 
the open end of said bag. 


GENERAL AND MECHANICAL 


6,039,003 
LITTER BOX CLEANING SYSTEM, COMPONENTS AND 
METHOD 
James Stacy Cox, Fayetteville, Ark., assignor to LAP Licensing, 
LC., Fayetteville, Ark. 
Provisional application No. 60/106,986, Nov. 4, 1998. This 
application May 12, 1999, Appl. No. 310,534. 
Int. Cl.’ AO1K 29/00 


U.S. Cl. 119—166 30 Claims 

















1. A cleaning system for filtering wastes from litter contained in 
a litter box having a substantially box-like frame with an open top, 
said system comprising: 
two rakes adapted to be placed upon said frame adjacent said 
top, each of said rakes comprising a handle supporting a 
plurality of spaced apart teeth adapted to be inserted into said 
litter; and, 
said rakes can slide across said top while said teeth filter said 
litter to collect wastes therefrom until said rakes meet to form 
a collection chamber containing said collected wastes, said 
collection chamber adapted to be removed from said box to 
dispose of said collected wastes remotely. 





6,039,004 
CELLULOSIC ANIMAL LITTER PRODUCT 

G. Robert Goss, Quincy, and Robert Soral, Glenview, both of 

Ill., assignors to Oil-Dri Corporation of America, Chicago, 

il. 

Filed Feb. 13, 1998, Appl. No. 23,475 
Int. Cl.” A®1K 29/00 

U.S. Cl. 119—172 20 Claims 

1. A method of making a cellulosic animal litter product effec- 
tive in the control of noxious odors and ammonia arising from 
decomposing animal wastes which comprises contacting selected 
cellulosic granules with a bactericide which is a member of the 
group consisting of at least one of 1,2-dibromo-2,4-dicyanobutane, 
sodium borate, and mixtures thereof, to produce an antimicrobial 
litter, wherein the cellulosic granules contain no more than about 
60% by weight of cellulose in combination with a mineral filler. 





6,039,005 
AQUATIC HABIT EXTENSION DEVICE 
Charles E. Themar, 340 Pebble Knoll, Highland Village, Tex. 
75067 
Filed Sep. 8, 1998, Appl. No. 149,396 
Int. Cl.’ AO1K 63/00 
U.S. Cl. 119—249 16 Claims 
1. An aquatic habitat extension device for use in a body of water 
or an aquarium comprising: 
a) a transparent hollow habitat structure wherein 
i) said structure includes a lower portion and an upper portion; 
ii) said lower portion has an opening therein; 
iii) said opening is bounded by a peripheral rim; 
iv) said peripheral rim is oriented downward and below a 
surface of said body of water; 





OFFICIAL GAZETTE 


CIRCULATION ASSEMBLY 
94 


v) said opening permits entrance of aquatic animals; 
b) a base; 
Cc) at least one support member attached to said base and extend- 
ing from said base toward said surface of said body of water 
wherein said at least one support member includes receiving 
means for receiving a leading edge of said peripheral rim of 
said transparent habitat structure, said leading edge of said 
peripheral rim is attached to said receiving means such that 
said peripheral rim is below said surface of said body of 
water; 
d) an evacuation line that extends from inside said structure in 
the upper portion thereof along an inner surface of said 
transparent habitat structure wherein 
i) said evacuation line is connectable to a vacuum pump such 
that when a partial vacuum is created air is evacuated from 
said structure and an interior water level of said structure is 
thereby raised above said surface; and 

ii) said vacuum pump is capable of reversible manipulation of 
the partial vacuum such that said interior water level of said 
Structure can be lowered. 


6,039,006 
INCUBATOR FOR HATCHING THE EGGS OF BIRDS 
Frank H. Pearce, Titusville, Fla.,.assignor to Brinsea Products, 
Inc., Titusville, Fla. 
Filed Jun. 30, 1999, Appl. No. 343,955 
Int. Cl.’ AO1K 47/02 
US. Cl. 119—315 


1. An incubator for hatching eggs of birds, comprising: 

a cover; 

a base for supporting eggs; 

a flexible screen which is associated with the cover and is 
sufficiently loose to be able to follow the contour of the upper 
region of eggs positioned on the base below the screen; 

means for creating a super-atmospheric pressure in a chamber 
defined between the cover and the screen; and 

means for heating air in the chamber. 
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6,039,007 
VISCOUS FLUID HEATER 

Takashi Ban; Tatsuyuki Hoshino; Takanori Okabe, and Taka- 

hisa Ban, all of Kariya, Japan, assignors to Kabushiki Kai- 

sha Toyoda Jidoshokki Seisakusho, Aichi-ken, Japan 

Filed Jan. 4, 1999, Appl. No. 224,909 
Claims priority, application Japan, Jan. 28, 1998, 10-015622 
Int. Cl.’ F22B 3/06 

U.S. Cl. 122—26 


1. A heater comprising: 

a heating chamber for accommodating a viscous fluid; 

a rotor located in the heating chamber, wherein the rotor rotates 
and shears the viscous fluid to generate heat; 

a heat exchanger, wherein the heat generated in the heating 
chamber is transferred to the heat exchanger and heats a fluid 
that flows through the heat exchanger: 

a reservoir for storing the viscous fluid, wherein the reservoir 
has an upper portion and a lower portion, and the lower 
portion has a greater volume than the upper portion; 

a return passage for connecting the heating chamber to the 
reservoir so that the viscous fluid moves from the heating 
chamber to the reservoir when the rotor rotates; and 
supply passage for connecting the reservoir to the heating 
chamber so that the viscous fluid flows from the reservoir to 
the heating chamber. 


6,039,008 
STEAM GENERATOR HAVING AN IMPROVED 
STRUCTURAL SUPPORT SYSTEM 
David K. Anderson, East Longmeadow, Mass.; John H. Chiu, 
West Hartford; Steven F. McNary, North Granby, both of 
Conn.; Nicole M. Phyfe, West Lebanon, N.H.; David G. 
Turek, South Windsor, and Donald G. Mylchreest, Simsbury, 
both of Conn., assignors to Combustion Engineering, Inc., 
Windsor, Conn. 
Filed Feb. 1, 1999, Appl. No. 241,158 
Int. Cl.’ F22B 37/24 
U.S. Cl. 122—510 





1. A steam generator for generating steam by the combustion of 
a fuel, comprising: 
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a combustion chamber; 

a hot solids-gas separator having a gas outlet duct for outward 
flow of the predominantly gas exit stream out of the separa- 
tion chamber, the gas outlet duct having at least one entrance 
within the separation chamber for the passage of the predomi- 
nantly gas exit stream thereinto and the gas outlet duct having 
an extent from at least its entrance to an exterior interface 
between the gas outlet duct and the separation chamber 
beyond which the gas outlet duct is communicated with an 
area exterior of the separation chamber, the separator being 
disposed on one lateral side of the combustion chamber and 
having a chamber side face in facing relation to the combus- 
tion chamber, the chamber and the separator each having a 
predetermined lateral extent; 

heat exchanger means for receiving cleaned gas which has 
exited the hot solids-gas separator through the gas outlet duct, 
the heat exchanger means having a principal heat exchange 
region defined by that portion of the heat exchanger means in 
which more than half of the heat exchange duty of the heat 
exchange means is performed, the principal heat exchange 
region having a predetermined lateral extent and a center of 
gravity and the center of gravity being at a lateral spacing 
from a chamber side face of the hot solids-gas separator no 
greater than one hundred and twenty five percent (125%) of 
the predetermined lateral extent of the hot solids-gas separator 
and having a height as measured in a longitudinal direction 
perpendicular to the lateral direction no higher than the exte- 
rior interface of the gas outlet duct of the hot solids-gas 
separator, and 

a support structure for supporting the steam generating appara- 
tus, the support structure including a load bearing assembly 
for supporting the hot solids-gas separator and the support 
structure being characterized by the absence of any load 
bearing members for supporting heat exchange surface which 
support heat exchange surface (a) at a height greater than the 
height of the exterior interface of the gas outlet duct of the hot 
solids-gas separator and (b) within a predetermined lateral 
extent extending from a location on the hot solids-gas sepa- 
rator laterally opposite the chamber side face thereof to a 
width no greater than the lateral extent of the hot solids-gas 
separator. 





6,039,009 

ENGINE-OPERATED GENERATOR 
Tadafumi Hirose, Wako, Japan, assignor to Honda Giken 
Kogyo Kabushiki Kaisha, Tokyo, Japan 

Filed Jul. 23, 1998, Appl. No. 121,432 
Claims priority, application Japan, Jul. 24, 1997, 9-198669 
Int. Cl.’ F02B 63/00 

13 Claims 


1. An engine-operated generator unit comprising: an engine and 

a generator driven by the engine arranged in a direction of a rotary 

shaft linking the engine and the generator; 

a soundproof case accommodating the engine, the generator and 
other components of the unit therein; 


GENERAL AND MECHANICAL 
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a plate-like front frame member and a plate-like rear frame 
member partitioning an interior of said soundproof case into a 
front compartment, a center compartment and a rear compart- 
ment; 

a through hole formed in said rear frame member; 

a duct provided in communication with said through hole swell- 
ing out toward said center compartment and said rear com- 
partment; 

said generator, said engine and a muffler being accommodated in 
said duct; 

a fuel tank and suction system instruments disposed outside of 
said duct within said center compartment; and 

electric instruments disposed within said front compartment: 

a suction hole being formed in an outer wall of said front 
compartment; 

a communication hole being formed in said front frame member 
for communicating said front compartment with said center 
compartment; 

a suction opening of said duct opening into said center compart- 
ment; and 

a discharge opening of said duct opening to an exterior of said 
rear compartment, whereby outside air introduced into said 
front compartment through said suction hole enters said center 
compartment through said communication hole, is inhaled 
into said duct through said suction opening of said duct, 
sequentially cools said generator, said engine and said muffler 
in order, and then is discharged through said discharge open- 
ing to the exterior. 


6,039,010 
REVERSE ROTATION CONTROL APPARATUS FOR A 
TWO-CYCLE ENGINE OF A MOTOR VEHICLE 


Toshiaki Hata, Hyogo, Japan, assignor to Mitsubishi Denki 


Kabushiki Kaisha, Tokyo, Japan 
Filed Jun. 12, 1998, Appl. No. 95,936 
Claims priority, application Japan, Feb. 2, 1998, 10-020899 
Int. Cl.’ FOIL /3/02 
8 Claims 
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1. A reverse rotation control apparatus for a two-cycle engine 


mounted on a motor vehicle and driven in two cycles, comprising: 


a variety of sensors for generating a variety of information 
signals in correspondence to engine operating states; and 
an ignition control unit for generating an ignition signal for said 
engine on the basis of said variety of information signals, 
wherein said variety of sensors include a rotation sensor for 
generating a rotation signal corresponding to rotation number 
of said engine and a reverse rotation switch for generating a 
reverse rotation command signal commanding changing over 
of engine rotation to a reverse rotation, 
said ignition control unit including: 
timer period arithmetic means for arithmetically determining 
on the basis of said engine operating state a timer period 
over which misfiring is caused to occur successively in 
response to inputting of said reverse rotation command 
signal; 
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misfire control means for causing misfire events to occur 
successively over said timer period; and 

overadvanced ignition signal generating means for outputting 
only once an ignition signal at a timing overadvanced 
relative to an ordinary advanced ignition timing upon ter- 
mination of said timer period; 

wherein said timer period represents a time taken for said 
engine rotation number to lower to a predetermined engine 
rotation number suited for effectuating engine rotation 
reversing control due to occurrence of said misfire events, 
and 

wherein said predetermined rotation number is set at a value 
smaller than an idling rotation number of said engine. 


6,039,011 
INTERNAL COMBUSTION ENGINE WITH OPPOSED 
PISTONS 
Jafar Agalarov; Ayten Nasibova, and Barat Nuriyev, all of 
Baku, Azerbaijan, assignors to The American University of 
Baku, Azerbaijan 
Provisional application No. 60/038,587, Mar. 5, 1997. This 
application Mar. 4, 1998, Appl. No. 34,777. 
Int. Cl.’ F02B 25/08 


U.S. Cl. 123—51 AA 20 Claims 
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1. An engine having an engine block that is monoblock except 
for a removable piece used in assisting insertion of at least one 
valve, and including a cylinder having a longitudinal axis defined 
therein, said engine comprising: 

a pocket extending from said cylinder, said pocket defining a 

dead space therein; 

said pocket having a first wall spaced apart from a second wall, 

said first wall having a first opening, said second wall having 
a second opening and said pocket having a third wall coupled 
between said first and second walls, said third wall having an 
opening with a spark plug therein; 

a first valve located within said first opening; 

a second valve located within said second opening; 

said pocket having a common space between said first wall and 

said second wall through which said first valve and said 
second valve move during operation, and said pocket has a 
longitudinal axis parallel to said longitudinal axis of said 
cylinder and said valves move along an axis parallel to said 
cylinder axis. 





6,039,012 
OPERATING CONTROL SYSTEM FOR 2 CYCLE 
DIRECT INJECTION ENGINE 

Yu Motoyama, Iwata, Japan, assignor to Yamaha Hatsudoki 

Kabushiki Kaisha, Japan 

Filed Sep. 17, 1997, Appl. No. 932,230 

Claims priority, application Japan, Sep. 18, 1996, 8-246321; 

Sep. 18, 1996, 8-246322 
Int. Cl.’ F02B 75/02 

U.S. Cl. 123—65 PE 16 Claims 

1. A two-cycle, crankcase compression, internal combustion 
engine comprised of a cylinder block defining a cylinder bore, a 
cylinder head fixed at one end of said cylinder block enclosing one 
end of said cylinder bore, a crankcase member fixed at the other 
end of said cylinder block and closing the other end of said 
cylinder bore and forming a crankcase chamber therewith, a piston 
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reciprocating in said cylinder bore, a crankshaft rotatably journaled 
in said crankcase chamber and driven by said piston, said piston, 
said cylinder bore, and said cylinder head forming a combustion 
chamber, at least one scavenge port formed in a wall of said 
cylinder bore for transferring an air charge compressed in said 
crankcase chamber to said combustion chamber, reciprocating 
motion of said piston opening and closing said scavenge port, an 
exhaust port in said cylinder bore opened and closed by the 
reciprocation of said piston and for discharging exhaust gases from 
said combustion chamber, a fuel injector for injecting fuel directly 
into said combustion chamber, an exhaust system for discharging 
exhaust gases from said exhaust port to the atmosphere, an exhaust 
control valve for controlling the effective cross-sectional area of 
said exhaust system, a starter for starting said engine, means for 
sensing at least one running condition of said engine, control 
means for operating said exhaust control valve for controlling the 
effective cross-sectional area of said exhaust system in response to 
said one sensed engine running condition, means for sensing the 
starting of said engine by said starter, and means for modifying the 
effective position of said exhaust control valve in the event of the 
sensing of said starting of said engine. 





6,039,013 
EXHAUST TIMING VALVE CONTROL FOR 
WATERCRAFT ENGINE 

Hitoshi Motose, Hamamatsu, Japan, assignor to Yamaha Hat- 

sudoki Kabushiki Kaisha, Iwata, Japan 

Filed Dec. 23, 1997, Appl. No. 996,536 

Claims priority, application Japan, Dec. 25, 1996, 8-345130; 

May 28, 1997, 9-138611 
Int. Cl.’ F02B 25/20 

U.S. Cl. 123—65 PE 13 Claims 

1. A watercraft having an engine powering a water propulsion 
unit, said engine having an exhaust port leading from a combustion 
chamber for routing exhaust products therefrom and an exhaust 
timing valve cooperable with said exhaust port and movable 
between a first position for delaying the closing of said exhaust 
portion and a second position for advancing the closing of said 
exhaust port, said watercraft including a power source which 
provides power when said engine is running, an exhaust timing 
valve control for controlling said exhaust timing valve, an engine 
operation condition sensor for sensing an engine operating condi- 
tion, said exhaust timing valve control for controlling the position 
of said exhaust timing valve in response to the sensed engine 
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operating condition, said exhaust timing valve control operating 
said exhaust timing valve through a cleaning cycle of operation in 
response to the speed of said engine falling below a predetermined 
speed. 





6,039,014 
SYSTEM AND METHOD FOR REGENERATIVE 
ELECTROMAGNETIC ENGINE VALVE ACTUATION 
Lyle O. Hoppie, West Bloomfield, Mich., assignor to Eaton 
Corporation, Cleveland, Ohio 
Filed Jun. 1, 1998, Appl. No. 88,340 
Int. Cl.’ FOIL 9/04 


U.S. Cl. 123—90.11 9 Claims 


1. An electromagnetic actuator for providing linear motion, the 
actuator comprising: 

an armature assembly having a plurality of circular coils 
arranged in an axially alternating pattern with ferromagnetic 
material disposed therebetween, the armature assembly creat- 
ing a first magnetic field when current is applied thereto; and 

a field assembly having a plurality of axially magnetized perma- 
nent magnets arranged in an axially alternating pattern with 
ferromagnetic material disposed therebetween, the field 
assembly being coaxially aligned with the armature assembly 
and creating a second magnetic field which interacts with the 
first magnetic field to cause linear motion of the field assem- 
bly relative to the armature assembly. 

8. An electromagnetic actuator for opening and closing a valve 

in an internal combustion engine, the actuator comprising: 

a non-magnetic shaft connected to the valve; 

an annular field assembly coaxially aligned with and secured to 
the shaft, the field assembly having a plurality of annular 
permanent magnets each creating a generally axially oriented 
magnetic field, and a plurality of annular ferromagnetic discs, 
the permanent magnetic alternately interposed with the ferro- 
magnetic discs; 
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an annular armature assembly coaxially aligned with the field 
assembly, the armature assembly including a generally cylin- 
drical ferromagnetic housing having a plurality of axially 
spaced members extending radially inward toward the field 
assembly and separating each of a plurality of coils, wherein 
electrical current applied to the armature assembly coils 
causes linear motion of the field assembly, shaft and the valve 
relative to the armature assembly. 


6,039,015 
VALVE TIMING CONTROL DEVICE 
Atsushi Sato, Brussels, Belgium, assignor to Aisin Seiki 
Kabushiki Kaisha, Aichi-pref, Japan 
Filed Sep. 28, 1998, Appl. No. 161,468 
Claims priority, application Japan, Sep. 29, 1997, 9-264266 
Int. Cl.’ FOIL //344 


U.S. Cl. 123—90.17 3 Claims 


1. A valve timing control device comprising: 

a cam shaft rotatably assembled with a cylinder head of an 
engine; 

a rotational transmitting member mounted around the peripheral 
surface of the cam shaft so as to rotate relative thereto within 
a predetermined range for transmitting a rotational power 
from a crank pulley; 

a plurality of vanes provided on the cam shaft or the rotational 
transmitting member; 

fluid chambers formed between the cam shaft and the rotational 
transmitting member and separated into advancing chambers 
and delaying chambers by the vanes; 

a first fluid passage for feeding and discharging a fluid to and 
from the advancing chambers; 

a second fluid passage for feeding and discharging a fluid to and 
from the delaying chambers; 

a retracting bore formed in the rotational transmitting member 
and accommodating a locking pin and a spring to act to the 
locking pin; 

a plate supporting one end of the spring, the plate engaging with 
a groove which penetrates in the radial direction of the retract- 
ing bore; 

a receiving bore formed on the cam shaft; and 

a third fluid passage for feeding to the receiving bore, wherein 
the rotational transmitting member includes an external rotor 
having the retracting bore and a plate member which is 
connected to the external rotor; and the groove has an opening 
at a connecting portion between the external rotor and the 
plate member such that the plate member prevents the plate 
from coming out after the plate is inserted in the groove. 
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6,039,016 
VALVE TIMING CONTROL DEVICE 
Yuji Noguchi, Toyota, Japan, assignor to Aisin Seiki Kabushiki 
Kaisha, Aichi-pref, Japan 
Filed Oct. 28, 1998, Appl. No. 179,895 
Claims priority, application Japan, Oct. 30, 1997, 9-298785 
Int. Cl.’ FOIL 1/344 
U.S. Cl. 123—90.17 4 Claims 


hydraulic means in the body including a plunger reciprocable 
within the second cylinder and having an open outer end 
operatively engagable with the open end of the piston for 
holding the piston outward during valve actuation, the plunger 
defining a low pressure chamber for receiving hydraulic fluid 
supplied from the engine, the plunger being spaced from the 
closed end of the first cylinder and defining therewith a high 
pressure chamber connected through a non-return check valve 
with the low pressure chamber for delivering fluid to the high 
pressure chamber, 
take up spring acting between the closed end of the first 
cylinder and the piston and urging the piston outward from 
the first cylinder to take up lash in the associated valve train; 
and 

a lash spring disposed between the plunger and the piston, the 
lash spring biasing the plunger a small distance away from the 
open end of the piston when the associated valve is closed to 
provide selected lash in the lash adjuster to prevent com- 
pressed fluid in the high pressure chamber from holding the 
valve open during cold engine operation. 


4. A valve timing control device comprising: 

a cam shaft rotatably assembled within a cylinder head of an 
engine; 

a rotational transmitting member mounted around the peripheral 
surface of the cam shaft so as to rotate relative thereto within 
a predetermined range for transmitting rotational power from 
a crank pulley; 

a plurality of vanes provided on at least one of the cam shaft and 
the rotational transmitting member; 

fluid chambers formed between the cam shaft and the rotational 
transmitting member, and separated into advancing chambers 
and delaying chambers by the vanes; 

a fluid supplying means for supplying fluid under pressure to at 
least a selected one of the advancing chambers and the delay- 
ing chambers; 

a spring having a spring portion and two connecting portions, 
one of which is connected with the cam shaft and the other of 6,039,018 
which is connected with the rotational transmitting member, HYDRAULIC LASH ADJUSTER WITH PLUNGER INNER 
such that the spring expands one of the advancing chambers CONTROL RING 
and the delaying chambers; and Mark James Spath, Spencerport, N.Y., assignor to General 

a restricting means for restricting the radial movement of the Motors Corporation, Detroit, Mich. 
spring so as to prevent the spring portion from interfering Filed Feb. 18, 1999, Appl. No. 252,144 
with at least one of the cam shaft and the rotational transmit- Int. Cl.’ FOIL //24 
ting member. U.S. Cl. 123—90.55 


6,039,017 
HYDRAULIC LASH ADJUSTER WITH LASH 

Nick John Hendriksma, Grand Rapids, Mich., assignor to 

General Motors Corporation, Detroit, Mich. 

Filed Feb. 18, 1999, Appl. No. 251,024 
Int. Cl.’ FOIL 1/24 

U.S. Cl. 123—90.43 4 Claims 

1. A hydraulic lash adjuster capable of forming a pivot for a 
member of an engine valve train connecting a cam and a valve, 
said adjuster comprising: 

a cup-shaped body with a peripheral outer wall defining an 
internal first cylinder formed around an axis and having 
closed and open ends; 

a hollow piston reciprocable in the cylinder and extending out 
through the open end of the body, the piston having a rounded 
outer end for acting as a pivot and an open inner end having 
an inward extension defining a second cylinder spaced from 1. A hydraulic lash adjuster capable of use in an engine valve 
the closed end of the first cylinder; train connecting a cam and a valve, said adjuster comprising: 
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a cup-shaped body with a peripheral outer wall defining an 
internal cylinder formed around an axis and having closed and 
open ends; 

hydraulic means in the body including a plunger reciprocable 
along the cylinder axis and having a cylindrical side wall with 
an open end operatively engagable with a cooperating mem- 
ber of the valve train to take up lash in the associated valve 
train, the plunger defining a low pressure chamber for receiv- 
ing hydraulic fluid supplied from the engine, the plunger 
being spaced from the closed end of the cylinder and defining 
therewith a high pressure chamber connected through a non- 
return check valve with the low pressure chamber for deliv- 
ering fluid to the high pressure chamber, 

a plunger spring acting between the closed end of the cylinder 
and the plunger and urging the plunger toward engagement 
with said cooperating member of the valve train; and 

a control ring mounted within the plunger cylindrical side wall 
and having a thermal expansion rate greater than that of the 
cylindrical side wall, the control ring cooperating with the 
cylindrical side wall to control leakdown of hydraulic fluid 
through a leakdown path from the high pressure chamber 
during valve opening events of the valve gear; 

wherein said leakdown path is formed by a secondary clearance 
between the control ring and the cylindrical wall of the 
plunger and means for communicating the secondary clear- 
ance with the high pressure chamber the control ring directly 
reducing the secondary clearance upon increasing temperature 
of the hydraulic fluid to thereby control the increase in fluid 
leakdown from the high pressure chamber due to reducing of 
fluid viscosity upon increasing fluid temperature. 





6,039,019 
VALVE DRIVE ARRANGEMENT FOR INTERNAL 
COMBUSTION ENGINES 

Paul Breidenbach, Bechenheim, Germany, assignor to General 

Motors Corporation, Detroit, Mich. 

Filed Apr. 20, 1999, Appl. No. 295,298 

Claims priority, application Germany, May 8, 1998, 198 20 

541 
Int. Cl.’ FOUL ///4 


U.S. Cl. 123—90.61 4 Claims 


1. Valve drive arrangement for an internal combustion engine 
comprising cylinders each having an intake valve, an intake chan- 
nel leading to the intake valve, the intake channel divided into two 
partial channels near the cylinder, a rocker arm acting on the valve, 
and a push rod arranged between an in-block camshaft and the 
rocker arm, wherein the push rod activating the rocker arm for the 
intake valve is guided by a passage between the two partial 
channels of the intake channel and wherein at least one partial 
channel of each intake channel includes a switchable flow blocking 
device. 
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6,039,020 
MULTIPLE-POSITION, OPERATOR-CARRIED, FOUR- 
STROKE ENGINE 
Shiro Kawamoto, Chandler; Harry Gene Richard, Phoenix; 
John Sheldon, and Yoichi Imgawa, both of Chandler, all of 
Ariz., assignors to Ryobi Outdoor Products, Inc., Chandler, 
Ariz. 
Filed Mar. 5, 1998, Appl. No. 35,552 
Int. Cl.’ F02F 7/00; FO1M 1/06 
123—196 R 


1. An operator-carried, lightweight power tool comprising a 
frame with an implement mounted thereon, a four-stroke internal 
combustion engine with a crankshaft drivably connected to said 
implement, said engine being supported by said frame; 

said engine comprising a crankcase with a lubrication oil cham- 

ber, a cylinder block secured to said crankcase and having a 
cylinder bore and a cam chamber; 

a cylinder head secured to said cylinder block; 

overhead intake and exhaust valve ports in said cylinder head; 

a valve cover defining a valve chamber, said valve chamber 

enclosing intake and exhaust valves which register with said 
intake and exhaust valve ports; 

a cam and cam drive mechanism in said cam chamber, said cam 

drive mechanism including valve operating push rods; 

a rocker arm assembly in said valve chamber drivably connect- 

ing said push rods and said intake and exhaust valves; 

at least one push rod opening and at least one of said push rods 

extending through said push rod opening; 

said crankcase lubrication oil chamber being in communication 

with said valve chamber through said push rod opening; 

an oil mist generator drivably connected to said crankshaft, 

liquid oil in said lubrication oil chamber being agitated by 
said oil mist generator into an oil mist; 

an open passageway between said lubrication oil chamber and 

said cam chamber whereby said lubrication oil chamber, said 
cam chamber and said valve chamber define a closed oil mist 
containment permitting lubrication oil mist distribution 
throughout the engine; 
crankshaft passage formed in said crankshaft including a 
crankcase gas flow entrance portion extending in a radially 
outward direction from said crankshaft; 


said engine having an air/fuel induction system communicating 
with said intake valve port; and 

oil mist flow passage structure extending from said crankshaft 
passage to said induction system whereby crankcase gases are 


scavenged. 
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6,039,021 
METHOD AND ARRANGEMENT FOR CONTROLLING 
AN INTERNAL COMBUSTION ENGINE HAVING LEAN- 
BURN OPERATION 
Andreas Posselt, Markgroeningen, and Christian Koehler, 
Erligheim, both of Germany, assignors to Robert Bosch 
GmbH, Stuttgart, Germany 
Filed Nov. 12, 1998, Appl. No. 190,949 
Claims priority, application Germany, Nov. 12, 1997, 197 49 
992 
Int. Cl.’ F02B 3/1/00; F02D 43/00 


US. Cl. 123—306 4 Claims 


1. A method for controlling an internal combustion engine 

performing a lean-burn operation, comprising the steps of: 

(a) when the lean-burn operation is enabled, activating a device, 
the device increasing a motion of a fuel-air mixture in a 
chamber of the internal combustion engine; 

(b) after the device is activated, reducing a fuel flow for a first 
predetermined time period; 

(c) when a switchover is performed from the lean-burn operation 
to a stoichiometric operation, deactivating the device; and 
(d) after the device is deactivated, increasing the fuel flow for a 

second predetermined time period. 


6,039,022 
CO-AXIAL MASTER PISTON ASSEMBLY 
Zdenek Meistrick, Bloomfield, and Vincent Pitzi, South Wind- 

sor, both of Conn., assignors to Diesel Engine Retardes, Inc., 
Wilmington, Del. 
Provisional application No. 60/060,657, Oct. 2, 1997. This 

application Sep. 29, 1998, Appl. No. 161,832. 

Int. Cl.’ FO2D /3/04; FOIL 9/02 


U.S. Cl. 123—321 20 Claims 
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1. A system for providing exhaust gas recirculation and com- 
pression release braking in an engine, said system comprising: 
a compression release retarding assembly for opening a first 
valve assembly to perform a compression release retarding 
operation; 
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an exhaust gas recirculation assembly for opening a second 
valve assembly to perform an exhaust gas recirculation opera- 
tion; and 

energy deriving means for deriving energy from an engine 
component to supply energy to said compression release 
retarding assembly and said exhaust gas recirculation assem- 
bly, wherein said compression release retarding assembly is 
capable of operating said first valve assembly from energy 
derived from said energy deriving means, and said exhaust 
gas recirculation assembly is capable of operating said second 
valve assembly from energy derived from said energy deriv- 
ing means. 





6,039,023 
AIR CONTROL SYSTEM 

Michael John Cullen, Northville, Mich.; John Phillip Tonkin, 

London, United Kingdom, and Eric Blaine Ferch, Northville, 

Mich., assignors to Ford Global Technologies, Inc., Dear- 

born, Mich. 

Filed Jun. 1, 1998, Appl. No. 87,949 
Int. Cl.’ FO2D 41/00 


U.S. Cl. 123—339.23 7 Claims 
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1. An air control method for an internal combustion engine 
having a combined airflow into the engine including a first airflow 
into the engine via a first airflow control valve and a second airflow 
into the engine via a second airflow control valve and an air assist 
injector, the method comprising: 

generating a predetermined airflow threshold; 

adjusting the first control valve to control the combined airflow 

to a desired combined airflow; and 

adjusting the second control valve to control the second airflow 

to be less than said predetermined airflow threshold to prevent 
the first control valve from closing less than a preselected 
amount. 





6,039,024 
THROTTLE CONTROL SYSTEM 
John Carlson, Wayne, Pa., and Bernard Driggers, Wichita, 
Kans., assignors to Capro, Inc., Willis, Tex. 
Filed Dec. 2, 1998, Appl. No. 203,872 
Int. Cl.’ F16K 3//46; F02D 11/02 
U.S. Cl. 123—396 30 Claims 

1. A system for remotely controlling the speed of an engine, said 

system comprising: 

a cable connected to means for controlling the speed of an 
engine; 

a pivotably movable actuator arm connected to said cable so that 
arcuate movement of said pivotably movable actuator arm 
about a pivot axis moves said cable; 

a trigger constructed and arranged to releasably engage said 
pivotably movable actuator arm, said trigger having a range of 
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positions from fully extended where the engine is at idle 
speed to fully depressed where the engine is at full speed: 

said pivotably movable actuator arm releasably engaging said 
trigger when said pivotably movable actuator arm is in a first 
position; 

means for moving said pivotably movable actuator arm to a 
second position so that said trigger becomes disengaged from 
said pivotably movable actuator arm; 

means for limiting the arcuate movement of said pivotably 
movable actuator arm when said pivotably movable actuator 
arm is in said second position; 

whereby when said trigger is fully depressed with said pivotably 
movable actuator in said second position, the engine speed 
will be determined by said means for limiting the arcuate 
movement of said pivotably mounted actuator arm. 





6,039,025 
INTERNAL COMBUSTION ENGINE 
Hiroshi Iwano; Isamu Kazama, both of Kanagawa, and Mas- 


ayuki Yasuoka, Yokohama, all of Japan, assignors to Nissan 
Motor Co., Ltd., Yokohama, Japan 
Filed Jun. 10, 1998, Appl. No. 94,454 
Claims priority, application Japan, Jun. 10, 1997, 9-152591; 
Jul. 25, 1997, 9-200432 
Int. Cl.’ FO2D 1/00 


U.S. Cl. 123—399 12 Claims 




















1. An internal combustion engine comprising: 

an EGR system fluidly connecting an intake air passage and an 
exhaust gas passage and for controlling an amount of EGR 
gas recirculated from said exhaust gas passage to said intake 
air passage; and 

a control system for controlling said EGR system and a fresh air 
amount metering valve of the engine, said control system 
including a section for calculating a fresh air amount conver- 
sion value of an amount of said EGR gas, the fresh air amount 
conversion value being converted from the amount of said 
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EGR gas to the amount of the fresh air to be introduced to 
said intake air passage, and a section for controlling said EGR 
system in accordance with said fresh air amount conversion 
value. 


6,039,026 
METHOD OF CONTROLLING INTERNAL 
COMBUSTION ENGINE 
Takuya Shiraishi; Toshiharu Nogi; Minoru Ohsuga, all of 
Hitachinaka; Yoko Nakayama, and Noboru Tokuyasu, both 
of Hitachi, all of Japan, assignors to Hitachi, Ltd., Tokyo, 
Japan 
Filed Oct. 19, 1998, Appl. No. 174,151 
Claims priority, application Japan, Oct. 17, 1997, 9-284853 
Int. Cl.’ F02D 9/00; 13/00 


U.S. Cl. 123—399 15 Claims 
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1. A method of controlling an internal combustion engine having 

a valve mechanism including an intake valve and an exhaust 
valve associated, respectively, with an intake port and an 
exhaust port of a cylinder of the internal combustion engine; 

a valve mechanism controller configured to control said valve 
mechanism; 

an operation condition detector for an operation condition detec- 
tion of the internal combustion engine; and 

a throttle valve for controlling an intake amount in response to 
an operation amount of an acceleration pedal; 

comprising the steps of; 

controlling said throttle valve to a high opening degree condition 
independently of said operation amount of said acceleration 
pedal when said operation condition detector judges as a low 
load or a middle load of the operation condition of the internal 
combustion engine; and 

controlling the intake amount by controlling at least one of a 
valve closing timing and a valve lift amount of said intake 
valve. 


6,039,027 
THROTTLE VALVE DEVICE 
Hisaaki Sato, Gunma; Masato Kumagai, Saitama, and 
Tomoaki Araki, Gunma, all of Japan, assignors to Unisia 
Jecs Corporation, Atsugi, Japan 
Filed Nov. 30, 1998, Appl. No. 200,979 
Claims priority, application Japan, Dec. 4, 1997, 9-350004; 
Dec. 4, 1997, 9-350005 
Int. Cl.’ FO2D ///10 
U.S. Cl. 123—399 11 Claims 
1. A throttle valve device comprising: 
a throttle body having a part of an intake air passageway; 
a throttle valve fixedly mounted on a valve shaft and rotatably 
disposed in the part of said intake air passageway; 
a driving device disposed to said throttle body to drive said 
throttle valve through said valve shaft; 
a reduction gear mechanism through which said driving device 
and said valve shaft are mechanically connected so as to 
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transmit a driving force of said driving device to said valve 
shaft in a manner to accomplish a speed-reduction for a 
rotational movement of said driving device to be transmitted 
to said valve shaft; 

cam lever incorporated with said reduction gear mechanism 
and having a cam surface which is configured to allow said 
throttle valve to rotate from a fully closed position to a fully 
opened position, said cam surface having a bent section which 
causes said throttle valve to take a partly opened position 
located between said fully closed and opened positions; 

cam follower rotatably disposed to said throttle body and in 
contact with said cam surface of said cam lever; 

biasing device for always biasing said cam follower onto said 
cam surface of said cam lever, said biasing device being able 
to force said cam follower onto said bent section of said cam 
surface so as to keep said throttle valve at the partly opened 
position when the driving force of said driving device is 
released. 


6,039,028 
ACTIVE ENGINE SPEED PULSATION DAMPING 
Ross Maxwell Stuntz, Birmingham, and Alexander Timo- 
feevich Zaremba, Dearborn Heights, both of Mich., assign- 
ors to Ford Global Technologies, Inc., Dearborn, Mich. 
Filed Jan. 14, 1999, Appl. No. 231,879 
Int. Cl.’ F02D 43/00 


U.S. Cl. 123—436 14 Claims 


1. A system adapted to reduce rotational speed pulsations in an 
engine, said engine generating a rotational torque, said system 
comprising: 

(a) means for generating a first supplemental torque term, the 
value of said first supplemental torque term being a linear 
function of a present difference between a target engine rota- 
tional speed and an actual engine rotational speed; 

(b) means for generating a second supplemental torque term, the 
present value of said second supplemental torque term being a 
function of said second supplemental torque term calculated 
when said engine was at a previous rotational position and 
said first supplemental torque term calculated when said 
engine was at said previous rotational position; and 

(c) means for applying a supplemental torque to said engine in 
addition to said torque generated by said engine, said supple- 
mental torque comprising a combination of said present value 
of said first supplemental torque term and said present value 
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of said second supplemental torque term, said supplemental 
torque reducing rotational speed pulsations of said engine. 





6,039,029 

INDUCTION SYSTEM FOR FUEL INJECTED ENGINE 
Hideaki Nagasaka; Haruhiko Samoto; Yoshinobu Yashiro, and 

Yoshiyuki Higaki, all of Iwata, Japan, assignors to Yamaha 

Hatsudoki Kabushiki Kaisha, Iwata, Japan 

Filed Mar. 27, 1998, Appl. No. 49,337 

Claims priority, application Japan, Mar. 27, 1997, 9-075819; 
May 30, 1997, 9-142313; Jul. 3, 1997, 9-178510; Jul. 14, 1997, 
9-188143 

Int. Cl.’ F02B 3//06; F02M 57/00 


U.S. Cl. 123—442 72 Claims 


1. An induction system for an internal combustion engine having 
at least a pair of relatively movable components that define a 
combustion chamber, said induction system supplying a charge to 
said combustion chamber, said induction system forming an intake 
passage in which a throttle valve is positioned, said intake passage 
communicating with said combustion chamber through an intake 
port, said throttle valve being positioned in close proximity to said 
intake port and controlling the flow only to said combustion 
chamber, a fuel injector for injecting fuel directly into said intake 
passage for only said combustion chamber and a buffer valve in 
said intake passage and which is opened by the flow therethrough 
only to said combustion chamber for restricting the air flow upon 
sudden changes in position in said throttle valve so as to maintain 
a more uniform air fuel ratio under transient conditions. 


6,039,030 
FUEL SYSTEM CONTAINING A SHAPE MEMORY 
ALLOY 
Barry S. Robinson, Williamsburg, and Jason T. Kilgore, Smith- 
field, both of Va., assignors to Siemens Automotive Corpora- 
tion, Auburn Hills, Mich. 
Filed Apr. 6, 1998, Appl. No. 56,044 
Int. Cl.” FO2M 41/00 
U.S. Cl. 123—457 6 Claims 
1. A no-return demand pressure regulator for a fuel system 
comprising: 
a housing having a diaphragm defining an air chamber and a fuel 
chamber in the housing; 
the air chamber being connected to an air manifold; 
the fuel chamber having an inlet connected to a fuel supply and 
an outlet connected to a fuel rail, 
a valve disposed between the fuel chamber inlet and the dia- 
phragm; and 
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a biasing spring disposed between the fuel chamber inlet and the 
valve, the biasing spring being made of a temperature- 
sensitive shape memory alloy; wherein 

when the biasing spring reaches a set temperature the biasing 
spring changes form and closes the valve thereby shutting off 
fuel flow through the fuel inlet. 


6,039,031 
DEVICE FOR FASTENING AND SEALING A METERING 
VALVE IN AN INTERNAL COMBUSTION ENGINE FUEL 
INJECTOR 

Mario Ricco, Bari, Italy, assignor to Elasis Sistema Ricerca 

Fiat Nel Mezzogiorno Societa Consortile per Azioni, 

Pomigliano D’ Arco, Italy 

Filed Nov. 12, 1998, Appl. No. 190,742 
Claims priority, application Italy, Nov. 18, 1997, T097A1008 
Int. Cl.’ F02M 37/04 


U.S. Cl. 123—470 6 Claims 


1. A device for fastening and sealing a metering valve (24) in an 
internal combustion engine fuel injector (11), wherein the injector 
(11) comprises a hollow body (12) supporting a nozzle, and the 
metering valve (24) has a valve body (26) housed in a seat (21) of 
said hollow body (12); said valve body (26) having a flat surface 
(28) engaged by a ring nut (31) in said hollow body (12); charac- 
terized in that said valve body (26) comprises a portion (52) having 
an outer truncated-cone-shaped surface (53); said seat (21) com- 
prising a portion (54) having an inner truncated-cone-shaped sur- 
face (56); said truncated-cone-shaped surfaces (53, 56) having the 
same taper, and engaging mutually in fluidtight manner by virtue 
of said ring nut (31). 
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6,039,032 
AIR-FUEL RATIO CONTROLLER FOR AN INTERNAL 
COMBUSTION ENGINE 
Junya Morikawa, Toyota, and Makoto Miwa, Kariya, both of 
Japan, assignors to Denso Corporation, Kariya, Japan 
Filed May 20, 1998, Appl. No. 81,790 
Claims priority, application Japan, May 22, 1997, 9-131806 
Int. Cl.’ FO2M 37/04 


U.S. Cl. 123—520 23 Claims 

















1. An air-fuel ratio controller for an internal combustion engine, 
said controller comprising: 

purge control means for controlling a degree of opening of a 
purge valve during discharge of fuel vapor that has been 
adsorbed in a canister to an air-intake side of an internal 
combustion engine, to correct a fuel-injection quantity via a 
purge correction coefficient; 

changing means for changing a target air-fuel ratio in correspon- 
dence with a running state of said internal combustion engine; 
and 

correcting means for correcting a control parameter relating to 
said purge control means based on a changed air-fuel ratio. 


6,039,033 

APPARATUS OF EXHAUST GAS RECIRCULATION 

VALVE FOR AN INTERNAL COMBUSTION ENGINE 
Kyung Woon Kim, Pucheon, and Hong Cheol Lee, Incheon, 

both of Rep. of Korea, assignors to Daewoo Motor Co., Ltd., 

Incheon, Rep. of Korea 
PCT No. PCT/KR97/00261, § 371 Date Aug. 17, 1998, § 102(e) 

Date Aug. 17, 1998, PCT Pub. No. WO98/28534, PCT Pub. 

Date Jul. 2, 1998 

PCT Filed Dec. 8, 1997, Appl. No. 125,413 

Claims priority, application Rep. of Korea, Dec. 24, 1996, 

96-71921 
Int. Cl.’ F02M 25/07 


U.S. Cl. 123—568.17 9 Claims 


2. An apparatus of an exhaust gas recirculation valve compris- 
ing: 

an intake manifold mounted on an outer wall of a cylinder head 
and having a first flange at one end of said intake manifold; 
and 

an exhaust gas recirculation valve for delivering exhaust gas 
discharged from a combustion chamber of an engine to said 
intake manifold; 
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said exhaust gas recirculation recirculation valve attached on 
said first flange by an adapter having a second flange; 

wherein a gap is provided between a first border of said first 
flange and a second border of said adapter, thereby interrupt- 
ing heat transfer, said first border facing to said adapter and 
said second border facing to said first border. 





6,039,034 
EXHAUST GAS RECIRCULATION VALVE 

Martin John Field, Leighton Buzzard, United Kingdom; Bernd 

Jakob Ballmert, Schifflange, Luxembourg; Laurence Alex- 

ander Collins, Athus, Belgium, and Robert James Moran, 

Peterborough, United Kingdom, assignors to General 

Motors Corporation, Detroit, Mich. 

Filed Sep. 4, 1998, Appl. No. 148,848 

Claims priority, application United Kingdom, Sep. 4, 1997, 

9718679 
Int. Cl.’ F02M 25/07 


U.S. Cl. 123—568.23 6 Claims 


1. An exhaust gas recirculation valve for installation between an 
air intake and an exhaust of an engine comprising a housing having 
a first bore for connection with the air intake and a second bore for 
receiving exhaust gas from the exhaust, the second bore being at an 
angle to the first bore and opening into the first bore; a valve stem 
extending from the first bore into the second bore; a valve seat in 
the second bore at the opening of the second bore into the first 
bore; a valve head on the valve stem within the second bore and 
normally in engagement with the valve seat; eccentric drive means 
rotatably mounted in the first bore and connected to the valve stem; 
actuating means mounted on the housing and connected to the 
eccentric drive means, which, on actuation, rotates the eccentric 
drive means to move the valve stem to disengage the valve head 
from the valve seat. 





6,039,035 
ELASTICALLY MOUNTED COUNTERWEIGHT FOR A 
CAM OR PULLEY 


OFFICIAL GAZETTE 
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a body having a rotation point for journaling the body to a bow 
limb, the body including a weight which is resiliently 
mounted to the body. 





6,039,036 
ARROW REST HAVING BALL CONTACT BEARINGS 
Mark D. Padilla, 5102 Bitterweed Ln., Colorado Springs, Colo. 
80917 
Filed Aug. 11, 1998, Appl. No. 132,586 
Int. Cl.’ F41B 5/22 


U.S. Cl. 124—44.5 6 Claims 





om 


v 


1. An arrow rest for use on a bow with an arrow comprising: 

a bracket for attachment to a central side portion of the bow, said 
bracket having a projecting end portion; 

two arms, one projecting upwardly and away from the bow, and 
the other projecting upwardly and towards the bow, each 
carried by the projecting end portion; 

two race members, each carried on and above an arm; and each 
having a ball bearing rotatably positioned therein; 

wherein in use the arrow is seated on the ball bearings when the 
bow is drawn so that the bearings rotate when the arrow is 
released. 





6,039,037 
POWER CUTTER AND CENTRIFUGAL CLUTCH FOR A 
POWER CUTTER 


Mathew A. McPherson, 19055 Incline Rd., Norwalk, Wis. Toshio Taomo, and Wang Yan Song, both of Tokyo, Japan, 


54648 
Filed Mar. 10, 1999, Appl. No. 266,184 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ F41B 5/10 
U.S. Cl. 124—25.6 15 Claims 
10. A rotating member for use with a compound bow, compris- 


ing: 


U.S. Cl. 125—13.01 


assignors to Kioritz Corporation, Tokyo, Japan 

Filed Feb. 13, 1998, Appl. No. 23,800 
Claims priority, application Japan, Feb. 14, 1997, 9-030786 
Int. Cl.’ B28D 1/04 

2 Claims 

1. A portable power cutter, comprising: 
a frame carrying a prime mover having an output shaft; 
an operative cutting component having cutting means; 
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a dust suction-discharge fan for discharging by sucking dust 
resulting from cutting operations carried out by said cutting 
means; 

a centrifugal clutch operatively connected to the output shaft of 
said prime mover, said centrifugal clutch including a clutch 
drum composed integrally of a small diameter pulley portion 
and a large diameter pulley portion; 

said cutting means being driven by said prime mover via said 
small diameter pulley portion and a first belt to rotate at a 
reduced speed, relative to the speed of the output shaft; and 

said dust suction-discharge fan being driven by said prime 
mover via said large diameter pulley portion and a second belt 
to rotate at an increased speed relative to the speed of said 
output shaft, wherein the rotational driving force of said prime 
mover is transmitted via said small diameter pulley portion 
and said first belt to a large diameter pulley rotatably mounted 
on a first relay shaft and, therefrom, via a first relay pulley 
formed integrally with said large diameter pulley and a third 
belt to said cutting means. 





6,039,038 
DRILLING ASSISTING DEVICE FOR HAND-GUIDED 
DRILL 
Manfred Buck, Nuertingen; Wolfgang Brost, Leinfelden- 
Echterdingen; Robert Handschuh, Remseck, and Helmut 
Kratt, Spaichingen, all of Germany, assignors to Robert 
Bosch GmbH, Stuttgart, Germany 
Filed Jan. 30, 1998, Appl. No. 16,005 
Claims priority, application Germany, Feb. 3, 
197039111 


1997, 


Int. Cl.’ B28D 5/04 


U.S. Cl. 125—39 16 Claims 





we 


1. A drilling assisting device for a drill used for diamond 
drilling, comprising a supporting element; means for mounting on 
a drill arranged on said supporting element at a machine side; a 
support part for supporting the drill on a surface to be treated and 
also mounted on said supporting element at a tool side, said means 
for mounting on the drill having a carriage; dovetail means for 
setting said carriage on the drill said carriage on the drill; and bolt 
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means mounting said carriage on the drill, said supporting element 
having a receiving part and an extension part telescopably movable 
in said receiving part, said extension part being spring biased on 
said receiving part in a pulling out direction. 


6,039,039 
MODULAR OUTDOOR GRILL WITH A PIVOTAL FOOD 
SUPPORTING RACK 
Amado Pina, Jr., 3728 S. Meadows, Alvin, Tex. 77511 
Filed Oct. 21, 1998, Appl. No. 176,363 
Int. Cl.’ A47J 37/07; A23B 4/044 
U.S. Cl. 126—25 R 14 Claims 
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9. A modular apparatus capable of conversion between a grill 
configuration and a smoker configuration comprising: 

a standard; and 

a housing supported by said standard comprising: 

the housing having a plurality of vertical walls and having a 
plurality of openings; 

a food-supporting assembly pivotally received in one of said 
openings in one of said walls; 

one of said walls of said housing having a lower opening; and 

a fuel support received in said lower opening, 

wherein the fuel support in the grill configuration is an internal 
tray and a fuel support in a smoker configuration is an 
externally mounted firebox. 





6,039,040 
COMBINED TEMPERATURE LIMITER AND IGNITION 
MONITORING DEVICE FOR USE IN A COOKING UNIT 
Dieter Thumfart, Traun, Austria, and Michael Kahlke, Bingen, 
Germany, assignors to Electrovac, Fabrikation elektrotech- 
nischer Spezialartikel Gesellschaft m.b.H., Klosterneuburg, 
Austria 
Filed Nov. 5, 1998, Appl. No. 187,575 
Claims priority, application Austria, Nov. 7, 1997, 1885/97 
Int. Cl.” F24C 3/00 


U.S. Cl. 126—39 G 27 Claims 





1. Apparatus for limiting the temperature of a cooking location 
of a type having an electrically conductive burner housing forming 
a heating chamber, comprising: 
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a temperature sensor including an outer tube and an inner rod 
received within the tube; 

a switch base carrying at least one contact which is actuated by 
the temperature sensor; 

an electrode at least partially positioned in the heating chamber 
and secured to at least one element selected from the group 
consisting of temperature sensor and switch base; 

a current measuring device having a first terminal connectable to 
the electrode and a second terminal connected to the burner 
housing; and 

a first hollow cylindrical insulator for partially receiving the rod, 
said electrode being secured to the insulator which has a first 
end supported by the switch base and a second end supporting 
the tube. 





6,039,041 
METHODS OF FABRICATING A VENT/INTAKE SYSTEM 
FOR A FUEL-FIRED, DIRECT VENT HEATING 
APPLIANCE 
James T. Barth, Plano, Tex., assignor to Selkirk, Inc., Dallas, 
Tex. 
Filed May 19, 1999, Appl. No. 314,440 
Int. Cl.’ F24C 3/00 


U.S. Cl. 126—85 B 17 Claims 





1. A method of fabricating a colinear-to-coaxial duct transition 
assembly for a fuel-fired, direct vent heating appliance, said 
method comprising the steps of: 

providing a plenum box having a rear wall with spaced apart 

first and second openings therein, and an open front side 
spaced apart from said rear wall in a first direction and having 
side edge portions; 

securing a rearwardly projecting first combustion air inlet duct 

to said rear wall at said first opening and in communication 
with the interior of said plenum box; 

providing a front wall member having an opening therein and 

side edge portions interlockable with said side edge portions 
of said plenum box; 

attaching a second combustion air inlet duct to a side portion of 

said front wall member at said opening therein; 

interlocking said side edge portions of said front wall member 

and said plenum box in a manner causing said front wall 
member to cover said open front side of said plenum box, 
with said second combustion inlet air duct projecting for- 
wardly from said front wall member and communicating with 
the interior of said plenum box; 

deforming portions of the interlocked side edge portions in a 

manner anchoring said front wall member to said plenum box; 
providing a flue gas discharge duct; 

extending said flue gas discharge duct rearwardly through said 

second combustion air inlet duct, the interior of said plenum 
box, and said second opening in said rear wall so that a front 
longitudinal portion of said flue gas discharge duct is coaxi- 
ally disposed within said second combustion air duct and a 
rear longitudinal portion of said flue gas discharge duct 
projects rearwardly beyond said rear wall; and 

anchoring said flue gas discharge duct to said rear wall. 
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6,039,042 
PORTABLE CHAMBER FOR METERED DOSE INHALER 
DISPENSERS 
David T. Sladek, Tucson, Ariz., assignor to Thayer Medical 
Corporation, Tucson, Ariz. 
Filed Feb. 23, 1998, Appl. No. 28,260 
Int. Cl.’ A61M ///00;15/08; A62B 9/02 


U.S. Cl. 128—200.23 15 Claims 


1. A medication inhalation apparatus for use with an MDI 

inhaler, comprising in combination: 

a housing for receiving a plume of medication particles ejected 
by an MDI inhaler; 

a mouthpiece connected to one opening of the housing; 

a one-way inhalation valve disposed between the mouthpiece 
and the housing for allowing flow of gas from the housing to 
the mouthpiece; 

a one-way exhalation valve connected to the mouthpiece for 
allowing flow of gas from within the mouthpiece to ambient 
atmosphere; 

an adapter connected to another opening of the housing for 
receiving a mouthpiece of the MDI inhaler; 

a longitudinal axis extending between the other opening and the 
mouthpiece, the longitudinal axis forming a path along which 
inhaled air travels symmetrically from the other opening 
through the mouthpiece; 

the one-way inhalation valve including an inhalation membrane 
and a valve seat, an exhalation by a patient through the 
mouthpiece pressing the inhalation membrane against the 
valve seat to prevent flow of exhaled gas from the mouthpiece 
into the housing, the exhaled gas flowing through the one-way 
exhalation valve, 

inhalation through the mouthpiece causing the inhalation mem- 
brane to swing away from the first valve seat and substantially 
out of a substantially straight-line path of flow of gas along 
the longitudinal axis from the first volume into the mouth- 
piece. 





6,039,043 
UNDERWATER AIR SUPPLY SYSTEM 
John H. Graber, Wind Lake, Wis., and Mitchell P. Pomerantz, 
Highland Park, IIl., assignors to Johnson Worldwide Associ- 
ates, Inc., Sturtevant, Wis. 
Filed Jan. 27, 1998, Appl. No. 13,953 
Int. Cl.’ A61M /5/00; A62B 7/00 


U.S. Cl. 128—202.14 18 Claims 


1. An underwater air supply system for use with an air supply 
tank and a buoyancy chamber, the system comprising: 
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a base module and a plurality of interchangeable modules con- ’ 


figured to be releasably connectable to the base module, 
wherein each of the base module and the plurality of inter- 
changeable modules includes at least one of the following: an 
air supply to buoyancy chamber inflator adapted to selectively 
deliver air from the air supply tank to the buoyancy chamber, 
a buoyancy chamber exhaust for selectively exhausting air 
from the buoyancy chamber, an oral buoyancy chamber infla- 
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6,039,045 
HEAD HARNESS FOR RESPIRATORY MASK 


Fernand Bertheau, Elancourt; Patrick Maire, Raizeux; Bruno 


Dostert, Fresnes, and Eddie Bellali, Voisins le Bretonneux, 
all of France, assignors to Intertechnique, Plaisir, France 
Continuation-in-part of application No. 07/523,832, May 16, 
1990, Pat. No. 5,690,102, and a continuation of application 
No. 07/184,479, Apr. 21, 1988, abandoned. This application 
Aug. 19, 1997, Appl. No. 914,218. 
Claims priority, application France, Apr. 22, 1987, 87 05682 


tor for enabling a diver to orally inflate the buoyancy cham- 
ber, and an air supply regulator adapted to supply air to a 
diver from the air supply tank. 


This patent is subject to a terminal disclaimer. 
Int. Cl.’ A62B /8/08 


U.S. Cl. 128—207.11 6 Claims 





6,039,044 
GAS DELIVERY MASK 

Colin E. Sullivan, Birchgrove, Australia, assignor to University 

of Sydney, Sydney, Australia 
PCT No. PCT/AU95/00830, § 371 Date Sep. 2, 1997, § 102(e) 

Date Sep. 2, 1997, PCT Pub. No. W096/17643, PCT Pub. 

Date Jun. 13, 1996 

PCT Filed Dec. 8, 1995, Appl. No. 860,843 
Int. Cl.” A62B /8/02 


U.S. Cl. 128—205.25 11 Claims 


1. Head harness for respiratory mask having: 
at least one expandable strap whose ends are connected to the 
mask and which has an element inflatable by pressurized gas 
for lengthening the strap to a predetermined size, sufficient to 
position it over the head of a user, 
manually controlled means having: 
control valve means for optionally admitting pressurized gas 
up to a complete inflation pressure into said element when 
manually actuated to increase said element in size and for 
venting said element to atmosphere in order to cause the 
strap to contact the head and to maintain the mask, when 
released, and 
selective valve means in series flow relation with said control 
valve means which, in one condition, fully vents the inflat- 
able element through said control valve means and, in 
another condition, limits said venting and maintains a pre- 
determined residual pressure, lower than the complete 
inflation pressure in said element, and 
means for preventing said head harness from being stored with 
said selection valve means in said other condition. 


1. A mask for use in delivering gas to a user and which 

comprises: 

a face contacting portion which is formed from an elastomeric 
material and which is shaped to define a chamber, the cham- 
ber having a convex end region which is arranged in use of 
the mask to be depressed by and accommodate facial projec- 
tions of the user, and the end region being formed with an 
aperture through which gas is delivered to the respiratory tract 
of the user; 

a gas supply port formed integrally with a wall of the chamber 
and providing for connection of a supply of pressurized gas to 
the interior of the chamber; and 

means which permit the mask to be secured to the user in a 
manner to cause the end region of the chamber to overlay a 
region of the user’s face and seal three-dimensionally with 
contours of the overlayed region under the influence of gas 
delivered to the chamber; the mask being characterized in that 
a portion of the wall containing the gas supply port is formed 
with a thickness that is less than that of adjacent regions of the 
wall of the chamber and, as a consequence, exhibits a degree 
of flexibility that is greater than that of adjacent regions of the 





6,039,046 
SINGLE-USE ORAL PROTECTOR ESPECIALLY FOR 
USE IN ELECTROCONVULSIVE THERAPY 

Conrad Melton Swartz, Richmond Heights, Mo., and Richard 

Stephen Abrams, Chicago, IIl., assignors to Somatics, Inc., 

Lake Bluff, Ill. 

Filed Jan. 12, 1999, Appl. No. 290,102 
Int. Cl.’ A61C 5//4 

U.S. Cl. 128—859 13 Claims 

1. An oral protector, especially adapted for use as a disposable 
one-usage protective device for patients during electroconvulsive 
therapy (ECT), comprising: 

(a) a one-piece unitary protector member composed of an elastic 

closed-cell foam; 


mask, whereby any movement that is referred to the mask by 


a connecting gas supply line will be accommodated at least in 
part by flexing the wall portion that contains the gas supply 
port. 
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(b) said protector member being a flat member having parallel 
upper and lower surfaces; 

(c) said protector member having curved outer wall portions, 
seen in top view; and 

(d) said protector member having an imaginary central axis and 
an elongated central opening along said axis, said opening 
adapted to serve as an air passage. 





6,039,047 
METHOD AND SYSTEM FOR CHANGING THE 
APPEARANCE OF A CONTROL REGION OF A MEDICAL 
DEVICE SUCH AS A DIAGNOSTIC MEDICAL 
ULTRASOUND SYSTEM 
David A. Rock, Saline; Paul Schmitter, Dexter, both of Mich.; 
David Castelnuovo, San Francisco, Calif., and Clement 
James Goebel, HI, Ypsilanti, Mich., assignors to Acuson 
Corporation, Mountain View, Calif. 
Filed Oct. 30, 1998, Appl. No. 183,814 
Int. Cl.’ A61B /9/00 
U.S. Cl. 128—897 


OBTAIN POINTER’S 
LOCATION 





is ; 
THE POINTE 
OVER A CONTROL 


Dim THE 
CONTROL 
REGIONS 





RETURN THE 
CONTROL REGIONS 
TO THEIR 
UNODIMMED 

STATE 





1. In a medical device comprising a display device, an applica- 
tion operative to display a medical image and a plurality of control 
regions on the display device, and a pointer device operative to 
position a pointer on and away from one of said plurality of control 
regions; a method for changing the appearance of at least two of 
said plurality of control regions, the method comprising: 

(a) determining whether the pointer is positioned away from said 

plurality of control regions; and then 

(b) changing the appearance of at least two of said plurality of 

control regions in response to the pointer being positioned 
away from said plurality of control regions. 
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6,039,048 
EXTERNAL ULTRASOUND TREATMENT OF 
CONNECTIVE TISSUE 
Barry Silberg, 1111 Sonoma Ave., Ste 210, Santa Rosa, Calif. 
95405 
Continuation of application No. 08/842,873, Mar. 23, 1999, 
Pat. No. 5,884,631. This application Apr. 8, 1998, Appl. No. 
57,163. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ A61B 19/00 


USS. Cl. 128—898 12 Claims 
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5. A technique for disrupting connective tissue in fat comprising 
the steps of: 
a) depositing a quantity of tumescent solution proximate to a 
selected tissue site; 
b) vibrating said selected tissue site in the ultrasonic range using 
externally applied ultrasonic vibrations. 





6,039,049 
METHOD FOR PREVENTING CLOSURE OF BODY 
PIERCING OPENINGS 
Michael C. Piperato, and Edward L. Zimerla, both of 2680 
Rte. 9, South Howell, N.J. 07731 
Division of application No. 08/859,335, May 20, 1997, aban- 

doned. This application Jun. 10, 1998, Appl. No. 94,376. 
Int. Cl.’ A61B 19/00 
U.S. Cl. 128—898 3 Claims 


10 ~ 


1. A method for preventing closure of an existing body piercing 
opening during medical procedures that necessitate removal of 
metallic body jewelry from said existing body piercing opening, 
said method comprising: 

sterilizing a piece of non-metallic body jewelry fabricated from 

a thermally and medically inert plastic, said piece of non- 
metallic body jewelry configured to substantially emulate a 
piece of metallic body jewelry; 

disengaging the piece of metallic body jewelry from the existing 

body piercing opening; 
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inserting said piece of non-metallic body jewelry into said 
existing body piercing opening, said piece of non-metallic 
body jewelry preventing closure of said existing body pierc- 
ing opening; 

initiating a medical procedure; 

terminating a medical procedure; 

disengaging said piece of non-metallic body jewelry from said 
existing body piercing opening; 

disposing of said piece of non-metallic body jewelry; 

reinserting the piece of metallic body jewelry into said existing 
body piercing opening. 





6,039,050 
DISPOSABLE TOOTHBRUSH AND FLOSSING DEVICE 
Eugene Goldenberg, Two Kile Ct., Monsey, N.Y. 10952 
Filed Jul. 28, 1999, Appl. No. 362,461 
Int. Cl.’ A45D 44/18 


U.S. Cl. 132—309 12 Claims 


1. A disposable toothbrush comprising: 

a handle having a first section, a second section connected to 
said first section and angled up from said first section, a third 
section connected to said second section wherein said third 
section has a lip on its free end; 

means for mounting a length of dental floss on said handle such 
that said length of dental floss is stretched taut; 

a base with a substantially rectangular cross section having an 
open and a closed end, said base formed by a top side, a 
bottom side, a left side and, a right side, each side having both 
an inside face and an outside face, said inside faces forming a 
cavity within said base; 

at least one ridge formed on one of said top side and bottom side 
on their inside surfaces near the open end; 

a substantially rectangular middle plate having a width and a 
height, with the height bounded by a top face and a bottom 
face, said bottom face attached to the top side of said base 
wherein said plate has a bore hole extending from said bottom 
face to said top face; 

a thumbstop attached to the top face of said middle plate at a 
first end; 

a substantially rectangular bristle plate having a top face and a 
bottom face, said bottom face attached to said top face of said 
middle plate, said bristle plate having a channel formed by a 
bore hole in communication with said middle plate bore hole 
and extending from said bottom face to said top face; 

bristles extending up from and substantially covering said top 
face of said bristle plate, 

wherein pulling said thumbstop down causes the top end of said 
handle to slide into the cavity on said base and engage said 
ridge to assemble the toothbrush, and wherein further pulling 
on the thumbstop causes toothpaste located within said cavity 
to be displaced out of said base, up through said middle plate 
and up through said bristle plate wherein said toothpaste is 
then displaced onto said bristles. 


GENERAL AND MECHANICAL 


6,039,051 
COSMETIC BRUSH 
Paula Dorf, 205 W. End Ave., Ste. 9J, New York, N.Y. 10023 
Filed Mar. 18, 1999, Appl. No. 272,230 
Int. Cl.’ A45D 44/18; A46B ///00 


U.S. Cl. 132—313 6 Claims 


1. A brush comprising: 

a handle; 

a ferrule, wherein a base portion of said ferrule is secured to said 
handle and a periphery portion of said ferrule having an 
substantially elliptical cross-section; and a tuft having a plu- 
rality of bristles, said tuft further having a root portion and a 
tip portion, said root portion being anchored in said ferrule, 
and said tip portion having a generally elliptical cross-section 
having two lateral edge portions, a longitudinally extending 
center region and two longitudinal edge portions; 

wherein the distance between said edge portions of said tip 
portion is approximately 9 mm and the distance between said 
longitudinal edge portions of said tip portion is aproximately 
21 mm; 

wherein said plurality of bristles have distances from an outer 
portion of said ferrule which approximately vary such that 
lengths from the outer portion of said ferrule to the tip portion 
increase from the lateral edge portions of the elliptical cross- 
section of said tip portion to said longitudinally extending 
center region of the elliptical cross-section of said tip portion, 
and further wherein said plurality of bristles have lengths 
from the outer portion of said ferrule to the tip portion which 
approximately vary such that the lengths from the outer 
portion of said ferrule to the tip portion increase from one 
longitudinal edge portion to a maximum length and decrease 
from said maximum length to a minimum length at the other 
longitudinal edge portion. 


6,039,052 
COSMETIC BRUSH ASSEMBLY 
Man Su Choi, Hyundai Apartment 301-502 Sa 2-Dong, Ansan- 
Shi, Kyungki-Do, Rep. of Korea 
Filed Jul. 14, 1999, Appl. No. 353,446 
Claims priority, application Rep. of Korea, May 20, 1999, 
99-18229 
Int. Cl.’ A45D 44/18;40/24;40/26 
U.S. Cl. 132—313 5 Claims 
1. A cosmetic brush assembly having a casing, a brush member 
accommodated in said casing and a cap combined to said casing, 
comprising: 
a first hollow cylindrical type casing; 
a second hollow cylindrical type casing having a smaller length 
than that of said first casing and slidably accommodating a 
lower portion of said first casing; 
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a first wall upwardly extending from one of said base sides, 
said first wall adapted to present a purchase surface for one 
of the fingers of a user; 

a second wall upwardly extending from a second of said base 
sides, said second wall adapted to present a purchase sur- 
face for a second of the fingers of a user; 

a third wall upwardly extending from a third of said base 
sides, said third wall adapted to present a purchase surface 
for a third of the fingers of a user, each of said walls 
including a triangular configuration, an apex of each trian- 
gular wall configuration converging to form a top of said 
body; 

an applicator adapted for receiving the material thereon, said 
ory | ! e | applicator comprising: 
| NE Sie a triangular base presenting first, second and third edges, 
ee a face extending from each edge of said applicator base and 
ua converging to form a top, each face of said applicator 
; oe a generally parallel to a corresponding triangular configu- 
“ ration of said wall of said body; and 
a brush member slidably accommodated in said first casing, said nae oe ee 
brush member having a brush formed at upper end and a * 
plurality of engaging pieces formed at a periphery of lower 
end thereof; 
a length-variable member having an end fixed to a center of 
lower surface of said brush member; 6,039,054 
a cylindrical engaging member fixed to an inner circumference DENTAL FLOSS 
of lower portion of said first casing, said engaging member Edward H. Park, Sharon, and Philip Sweeney, Taunton, both 
having a plurality of engaging pieces formed at upper end _ of Mass., assignors to Gillette Canada Company, Halifax, 
thereof, said engaging member being engaged with said Canada 
engaging pieces of said brush member respectively; Filed Sep. 23, 1998, Appl. No. 159,167 
fixing plate to which an other end of said length-variable Int. Cl.’ AG1C 15/00 
member is fixed, said fixing plate being fixed to an inner U.S. Cl. 132—321 43 Claims 
circumference of lower end of said second casing, wherein the 
engagement between said engaging pieces of said brush mem- 
ber and said engaging pieces of said engaging member and 
releasement of the engagement are performed according to the 
movement upward and downward of said second casing with 
respect to said first casing, and a length of said length-variable 
member is varied according to the movement of said second 
casing with respect to said first casing so that said brush of 
brush member is exposed from or accommodated in said first 
casing. 





1. A dental floss comprising a filament that includes a foam outer 
6,039,053 layer and a reinforcing core, said reinforcing core comprising a 
COSMETIC APPLICATOR non-foamed thermoplastic elastomer. 
Mary Faye Turrentine, 105 Anna Belle Ct., Smyrna, Tenn. 
37167 
Filed Mar. 10, 1999, Appl. No. 265,636 
Int. Cl.’ A45D 40/26 


US. Cl. 132—320 15 Claims 6,039,055 
WAFER CLEANING WITH DISSOLVED GAS 


CONCENTRATION CONTROL 
Hiroyuki Akatsu, Yorktown Heights, N.Y., assignor to Interna- 
tional Business Machines Corporation, Armonk, N.Y. 
Filed Jan. 8, 1998, Appl. No. 4,691 
Int. Cl.’ BO8B 6/00 
U.S. Cl. 134—1.3 10 Claims 
1. A method for megasonic cleaning of wafers, the method 
comprising: 
(a) providing a container containing one or more wafers 
immersed in a first liquid, 
(b) providing a flow of second liquid to the container, the second 
liquid containing a controlled amount of dissolved gas, 
(c) directly monitoring the gas content of (i) the second liquid 
flowing to the container, (ii) the liquid in the container, and/or 
(iii) liquid leaving the container, and deriving a signal(s) 
corresponding to said monitored gas content(s), 
iS ; (d) providing said signal(s) to a controller, the controller being 
capable of adjusting the flow said second liquid to said 
1. A material applicator comprising: container and/or gas content of the second liquid, 
a body adapted for grasping by a user, said body comprising: (e) adjusting the flow of the second liquid to the container and/or 
a triangular base presenting first, second and third sides; gas content of the second liquid in response to the signal(s), 
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(f) providing a source of megasonic energy and a controller for 
said source of megasonic energy, and transmitting said sig- 
nal(s) to said controller for said source of megasonic energy, 
and 

(g) applying megasonic energy to the liquid in the container 
whereby the wafer(s) are cleaned. 





6,039,056 
COMPUTER CONTROLLED APPARATUS AND METHOD 
FOR THE CLEANING OF TANKS 
Diederik Geert Verbeek, Pootstraat 94, Delft, Netherlands, 
2613 PN 
PCT No. PCT/NL97/00165, § 371 Date Oct. 2, 1998, § 102(e) 
Date Oct. 2, 1998, PCT Pub. No. WO97/36697, PCT Pub. 
Date Oct. 9, 1997 
PCT Filed Apr. 2, 1997, Appl. No. 155,685 
Claims priority, application Netherlands, Apr. 3, 1996, 
1002773 
Int. Cl.’ BO8B 3/02;9//2 


U.S. Cl. 134—22.18 21 Claims 





1. Apparatus for cleaning the interior surfaces of an enclosure, 
comprising 

at least one nozzle, 

a supply channel for providing flow communication between a 
source of cleaning fluid and said at least one nozzle, 

first drive means coupled to said at least one nozzle for rotating 
said at least one nozzle about a first axis, 

second drive means coupled to said at least one nozzle for 
rotating said at least one nozzle about a second axis different 
than said first axis, said first drive means being separate from 
said second drive means such that rotation of said at least one 
nozzle about each of the first and second axes is decoupled 
from rotation of said at least one nozzle about the other of the 
first and second axes, and 

control means coupled to said first and second drive means for 
independently controlling said first and second drive means 
such that said at least one nozzle is rotatable about each of the 
first and second axes independent of rotation of said at least 
one nozzle about the other of the first and second axes. 

15. Method for cleaning the interior surfaces of an enclosure, 

comprising 

supplying cleaning fluid to at least one nozzle, 

rotating said at least one nozzle about a first axis via first drive 
means, 

rotating said at least one nozzle about a second axis different 
than said first axis via second drive means, said first drive 
means being separate from said second drive means such that 
rotation of said at least one nozzle about each of the first and 
second axes is decoupled from rotation of said at least one 
nozzle about the other of the first and second axes, and 

independently controlling rotation of said at least one nozzle 
about the first axis via said first drive means and about the 
second axis via said second drive means such that said at least 
one nozzle is rotatable about each of the first and second axes 
independent of rotation of said at least one nozzle about the 
other of the first and second axes. 


GENERAL AND MECHANICAL 


6,039,057 
AUTOMATED WASHING SYSTEM AND METHOD 
Daniel B. Doran, Fort Collins, Colo., assignor to Hyundai 
Electronics America, San Jose, Calif. 
Division of application No. 08/026,669, Mar. 5, 1993. This 
application Sep. 2, 1999, Appl. No. 388,333. 
Int. Cl.’ BO8B 3//0 


U.S. Cl. 134—95.2 16 Claims 








76 [SURFACTANT 
RESERVOIR 


10. A system for automated washing of objects used to hold and 
transport silicon wafers for photolithographic processing, compris- 
ing: 

a process chamber for holding objects to be washed; 

at least one ultraviolet light source for applying ultraviolet 
radiation to objects within the chamber; 

a plurality of spray nozzles positioned within the chamber to 
spray fluids upon the objects to be washed; 

a spray and dry nozzle manifold connected to the plurality of 
spray nozzles; 

a resist developer reservoir; 

a first pipe line including a valve connecting the resist developer 
reservoir to said manifold; 

a surfactant reservoir; 

a source of ultra-pure water; 

a second pipe line including a plurality of on-off valves and a 
mixing valve connected to said surfactant reservoir, to said 
said source of ultra-pure water and to said manifold for 
delivering water from said water source and delivering surfac- 
tant from said surfactant reservoir to said manifold; 

an air supply for supplying ultra-pure air to said process cham- 
ber; 

a third pipe line including a valve connecting the air supply to 
said manifold; and 

control means for controlling the sequence in which ultraviolet 
radiation, resist developer fluid, surfactant, water and air are 
applied to the objects in the process chamber for washing and 
drying said objects. 





6,039,058 
DEVICE FOR AND METHOD OF CLEANING FILLING 
NOZZLE 
Yasuji Fujikawa, and Michio Ueda, both of Tokushima, Japan, 
assignors to Shikoku Kakoki Co., Ltd., Tokushima, Japan 
Filed Dec. 1, 1998, Appl. No. 201,774 
Claims priority, application Japan, Dec. 2, 1997, 9-331521 
Int. Cl.’ BO8B 9/00 
US. Cl. 134—104.1 6 Claims 
1. A device for cleaning a filling nozzle which device comprises: 
an adapter having an upward socket connectable to a downward 
discharge outlet of the filling nozzle and connected to a 
collecting pipe to hold the socket in communication with the 
collecting pipe, 
cleaner having a downward cleaning spout connectable to the 
socket and so disposed as to position the cleaning spout at one 
side of the discharge outlet, and 
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means for moving the adapter so as to connect the socket to the 
discharge outlet and the cleaning spout alternately. 





6,039,059 
WAFER CLEANING SYSTEM 
Mario E. Bran, Garden Grove, Calif., assignor to Verteq, Inc., 
Santa Ana, Calif. 
Filed Sep. 30, 1996, Appl. No. 724,518 
Int. Cl.’ BOSB 3//2 
U.S. Cl. 134—105 


1. A cleaning apparatus comprising: 

a probe having a solid, elongated forward portion with a sub- 
stantially constant cross section, and a rear portion with a 
cross-sectional area larger than the cross-sectional area of said 
forward portion, said probe being made of a material which 
efficiently transmits megasonic vibration energy; 

a heat transfer member made of material which is a better heat 
conductor than that of the probe having one end phase 
coupled to an end phase of said probe rear portion; 

a container for receiving a cleaning fluid and a wafer to be 
cleaned, said probe being supported so that said forward 
portion of the probe is positioned in the container while the 
probe rear portion is positioned outside of the container; and 

a vibrator coupled to an opposite end face of said member for 
megasonically vibrating said probe with energy transmitted 
through the member to produce substantial lateral vibration 
along the length of the probe so as to dislodge particles on a 
flat surface of the wafer when said probe forward portion is 
positioned close to and parallel to the flat surface and the 
cleaning fluid is applied to the flat surface and said probe 
forward portion to create a miniscus of fluid between the 
probe and the flat surface. 
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6,039,060 
VENTURI CLEANING SYSTEM 
Gary Rower, 105 Whiteoak Trail, Peachtree City, Ga. 30269 
Continuation-in-part of application No. 08/605,670, Feb. 22, 
1996, Pat. No. 5,735,301. This application Nov. 17, 1997, 
Appl. No. 971,191. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ BO8B 9/08 


U.S. Cl. 134—167 R 6 Claims 


1. A medical container cleaning system for cleansing and 
deodorizing said medical container and associated tubing with a 
secondary cleansing fluid comprising: 

a medical container and associated tubing; 

a first connection to a primary fluid pressurized water source; 

a venturi tube operatively connected to said first connection; 

a secondary cleansing fluid container and secondary fluid feed 

tube operatively connected to venturi tube 

an adapter tip connected to a distal end of said venturi tube for 

operatively connecting said medical container and associated 


tubing to said secondary cleansing fluid, and 

wherein said adapter tip interfaces the dimensions of said distal 
end to the dimensions of said medical container and associ- 
ated tubing. 





6,039,061 
SKI POST-MOUNTED BOAT UMBRELLA 
Jeff Utley, 5001 Megan Ct., Rocklin, Calif. 95765 
Filed Mar. 5, 1998, Appl. No. 36,410 
Int. Cl.” A45B 3/00;5/00 


US. Cl. 135—16 4 Claims 








1. A boat umbrella comprising, in combination: 

a ski boat with a smooth cylindrical post having a bottom end 
fixedly coupled to a central extent of the boat and extending 
upwardly therefrom for releasably coupling with a line for 
pulling a skier; 

a base including a thin hollow rod with a diameter less than that 
of the cylindrical post of the ski boat, the rod including a pair 
of resilient hollow cylindrical sleeves each having an open top 
and an open bottom each with a diameter equal to that of the 
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cylindrical post of the ski boat, the sleeves mounted to the rod 
of the base via clamps in concentric relationship with respect 
to each other such that an axis about which the sleeves are 
situated resides in parallel with that of the rod, the sleeves 
including a first sleeve mounted at a lower end of the rod of 
the base and a second sleeve mounted at a central extent of 
the rod of the base, the rod of the base further having a 
threaded bore formed therein adjacent to an upper end thereof 
for receiving a set screw, wherein the sleeves are adapted to 
releasably receive the cylindrical post of the ski boat such that 
the rod of the base is vertically oriented; and 

an umbrella assembly including a solid cylindrical member with 
a top end having a collapsible umbrella mounted thereon and 
a bottom end removably situated within the upper end of the 
rod of the base and further secured therein via the set screw. 





; 6,039,062 
COMBINED PORTABLE UMBRELLA AND AIR BLOWER 
Glen Karakaedos, 43 Saunders Rd., Lynn, Mass. 01904 
Filed May 5, 1998, Appl. No. 72,762 
Int. Cl.’ A45B 3/00; A47L 5/24 


U.S. Cl. 135—16 15 Claims 


1. A combined portable umbrella and air blower for enabling a 
clearing of debris from a surface by air propelled from the air 
blower while enabling a protection from adverse weather condi- 
tions by the umbrella, the combined portable umbrella and air 
blower comprising: 

an elongate shaft with a first end and a second end; 

an umbrella canopy coupled to the elongate shaft adjacent to the 

first end of the elongate shaft wherein the umbrella canopy 
projects radially from the elongate shaft when in an open 
position for providing protection from adverse weather con- 
ditions; 

an air conduit operatively associated with the elongate shaft 

wherein the air conduit has a first end comprising an air outlet 
that is coincident with the first end of the elongate shaft, a 
second end comprising an air inlet, and a body portion devoid 
of air-conveying openings therealong; and 

an air propulsion mechanism comprising a fan operably coupled 

to the second end of the elongate shaft for enabling a clearing 
of debris from a surface external to the combined umbrella 
and air blower by propelled air wherein the air propulsion 
mechanism is operably associated with the air conduit for 
drawing air into the air inlet and propelling air from the air 
outlet. 





6,039,063 
MULTIPLE-FOLD WINDPROOF UMBRELLA FOR 
PREVENTING SAGGING OF UMBRELLA CLOTH 
Chung-Kuang Lin, and Jung-Jen Chang, both of Taipei Hsien, 
Taiwan, assignors to Fu Tai Umbrella Works, Ltd., Taipei 
Hsien, Taiwan 
Continuation-in-part of application No. 09/197,482, Nov. 20, 
1998. This application Sep. 28, 1999, Appl. No. 407,079. 
Int. Cl.’ A45B 25/20 
U.S. Cl. 135—33.7 4 Claims 
1. A multiple-fold windproof umbrella comprising: 
a central shaft; 
a rib assembly having at least a top rib pivotally secured to an 
upper notch formed on a top portion of the central shaft, a 
stretcher rib pivotably connected between a lower runner 


GENERAL AND MECHANICAL 


slideably held on the central shaft and an outer rib; with said 
stretcher rib pivotally connected with said top rib; 

a lower cloth secured on the rib assembly and having an upper 
peripheral portion of said lower cloth connected with an 
anti-sagging band which is fastened on the rib assembly; a 
central opening defined between said anti-sagging band and 
said upper notch of said central shaft; said anti-sagging band 
having elasticity to be stably held on said rib assembly with- 
out sagging of said upper peripheral portion of said lower 
cloth from said rib assembly; 

an upper cloth secured to the upper notch of the central shaft and 
juxtapositioned above said lower cloth and said anti-sagging 
band; and 

a plurality of control valves each control valve formed between 
the upper cloth and said rib assembly, having an annular 
opening defined between said upper cloth and said lower 
cloth, said annular opening communicated with said central 
opening in said anti-sagging band; 

said control valve normally resiliently restoring said upper cloth 
to approximate said lower cloth to close said annular opening 
defined between said upper cloth and said lower cloth; 

whereby upon blowing of a strong wind, each said control valve 
will be opened to open the annular opening between the upper 
and lower cloths to escape the wind; and upon escape of the 
wind, each said control valve will automatically restore to 
close said upper cloth on said lower cloth for closing the 
annular opening between said upper and lower cloths. 





6,039,064 
IMPACT RESPONSIVE EXTENDIABLE ARM PICK-UP 
FOR WALKING CANE OR THE LIKE 
William W. Hilton, 6717 NW. 58th Ct., Tamarac, Fla. 33323 
Continuation-in-part of application No. 08/824,499, Mar. 26, 
1997, Pat. No. 5,826,605. This application Oct. 14, 1998, Appl. 
No. 172,947. 
Int. Cl.’ A45B 3/00 
U.S. Cl. 135—66 17 Claims 
1. An assembly for permitting the retrieval of a fallen walking 
appliance from a ground surface upon which it has fallen without 
requiring the user to substantially bend over, comprising: 
a base member for attachment to said walking appliance; 
an upstanding housing secured to said base member; 
actuating means secured to said base member and including a 
spring biased rotatable arm secured thereto, said rotatable arm 
having outer edge surfaces, locking means including a spring 
biased locking means carried on said rotatable arm for releas- 
able engagement with said housing, and, ground surface 
engaging means rotatably mounted adjacent said outer edge 
surfaces of said rotatable arm and operatively connected to 
said spring biased locking means for release thereof respon- 
sive to rotational movement of said ground surface engaging 
means which is in response to engagement of said ground 
surface engaging means with said ground surface; and 
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an extendible arm secured to said rotatable arm for rotation 
therewith, said extendible arm disposed for displacement from 
a first non-extended position along the length of said walking 
appliance to an extended position substantially normal to the 
surface upon which said walking appliance has fallen, said 
displacement being responsive to impact of said ground 
engaging means. 





6,039,065 
FLUID PROPORTIONING VALVE AND METHOD 
John P. Gagliardo, Shrewsbury, Mass., assignor to Regal Prod- 
ucts, Inc., Shrewsbury, Mass. 
Filed Mar. 8, 1999, Appl. No. 264,417 
Int. Cl.’ F16K 5/10 


U.S. Cl. 137—3 8 Claims 


8. A method for metering a flow of a secondary fluid into a flow 
of a primary fluid in a predetermined, controllable proportion of 
secondary fluid to primary fluid and in a predetermined, controlled 
volume flow of secondary fluid responsive to volume flow of 
primary fluid, 

said method comprising the steps of: 

(a) adjusting a fluid proportioning valve in a first degree of 
motion to set a predetermined controllable proportion of sec- 
ondary fluid to primary fluid; and 

(b) in response to volume flow of primary fluid, adjusting the 
fluid proportioning valve in a second degree of motion to 
permit a controlled volume flow of secondary fluid responsive 
to the volume flow of primary fluid. 
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6,039,066 
SAFETY HOSE SYSTEM 
William J. Selby, 1530 West Dr., Stoughton, Mass. 02072 
Filed Dec. 4, 1998, Appl. No. 205,393 
Int. Cl.’ FI6L 9//8;55/16 


USS. Cl. 137—312 1 Claim 


1. A safety hose system for use in delivering water from a water 

supply source to an inlet connector of a washing machine: 

(a) a first connector engageable with the inlet connector of the 
washer machine; 

(b) a second connector engageable with the water supply source; 

(c) a first hose having a first end and a second end, said first and 
second ends of said inner hose being engaged with said first 
and second connector, respectively; 

(d) a second hose concentrically disposed and sealed about said 
first hose and extending from said first connector to said 
second connector; 

(e) an over-spill portion formed by said second hose being 
disposed within said first hose, said over-spill comprising a 
water reactive material which will change the color of any 
water entering into said over-spill portion; and 

(f) a third hose engaged with said second hose and in commu- 
nication with said over-spill space, said third hose being made 
from a transparent material such that the color of any water 
passing through the third hose can be visually observed; 

whereby if said first hose should become damaged any water 
flowing through said first hose will be passed into said over- 
spill space and into said third hose where the water can be 
safely discarded. 





6,039,067 
SELECTABLE CONTROL ENERGY AND WATER 
CONSERVATION SYSTEM 
John A. Houlihan, 912 Queens Ct., Santa Maria, Calif. 93454 
Filed Oct. 16, 1998, Appl. No. 173,879 
Int. Cl.’ F16K 49/00 


U.S. Cl. 137—337 15 Claims 


Qoosaasaavesasens 


1. A plumbing system having a pressurized cold water supply, a 
hot water supply means, a plurality of cold water outlets, a plural- 
ity of hot water outlets, a cold water supply conduit to furnish cold 
water supply pressure to said hot water supply means, a hot water 
supply conduit for the purpose of furnishing hot water from said 
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hot water supply means, to said hot water outlets. a main cold 
water supply conduit for furnishing cold water to said cold water 
outlets, a water and energy conservation system for supplying hot 
water on demand, without wasting water down the drain waiting 
for hot water and for utilizing the hot water delivered from said hot 
water supply means so that no hot water is left to cool in the 
plumbing lines, configured so as to be capable of segmentation, for 
independent operation as a water saver segment only or as an 
energy saver segment only, comprising in combination: 

(a) a power source; 

(b) a programmable power controller means, for distributing 
power to selected components; 

(c) a power control means, to apply and interrupt power; 

(d) a pump; 

(e) a selectable flow control means, for directing and controlling 
flow; 

(f) a flow control unit, comprising a water saver segment includ- 
ing a multi-port cold water manifold, one inlet port of said 
cold water manifold coupled to a cold water inlet conduit, and 
having a single outlet port in fluid communication, at a tee 
junction, with a cold water outlet conduit to said hot water 
supply means through a back flow control means and with the 
inlet port of said pump, with the output port of said pump in 
fluid communication with the inlet of a normally closed-to- 
flow solenoid valve, and the outlet side of said solenoid valve 
in fluid communication, with a tee junction, in close proxim- 
ity to the cold water inlet of said hot water supply means, to 
direct cold water supply pressure to said hot water supply 
means, and to direct cold water, circulated by said pump, to 
said hot water supply means, and; 

(g) an energy saver segment, including a multi-port, hot water 
manifold, an inlet port of said hot water manifold in fluid 
communication with the outlet of said hot water supply 
means, and an outlet port of said hot water manifold, in fluid 
communication with a hot water distribution conduit, to fur- 
nish hot water to each use area; 

(h) said hot water distribution conduit, with one end in commu- 
nication with said outlet of said hot water manifold and the 
opposite end in fluid communication with its associated use 
area, branching at a tee junction, and coupling a hot water 
service conduit to said hot water outlet and coupling said 
distribution conduit, to a hot water inlet port of said selectable 
flow control means; 

(i) said cold water inlet conduit, having one end in fluid com- 
munication with said cold water manifold, and the other end 
in fluid communication, and branching at a tee junction, 
coupled to a pair of cold water outlet ports, of said selectable 
flow control means; 

(j) said selectable flow control means, with a fixed member 
having one inlet port in fluid communication with said cold 
water supply conduit and said hot water inlet port in fluid 
communication with said hot water distribution conduit and 
having said pair of cold water outlet ports in fluid communi- 
cation with said cold water inlet conduit, and having a third 
outlet port in fluid communication, through a cold water 
feed-back conduit, to a tee junction in close proximity to said 
hot water outlet of said hot water manifold and; 

(k) said selectable flow control means having a moveable mem- 
ber, having a mechanical activation means attached, for clos- 
ing and opening said power control means, with an internal 
flow channel which can be positioned for selectively opening 
and closing flow paths between input ports and output ports, 
for the purpose of completing and/or interrupting flow 
between associated conduits, which are connected to and in 
fluid communication with said selectable flow control means; 

(1) a first back flow control means to limit back flow to said hot 
water supply means; 

(m) a second back flow control means to limit back flow through 
said cold water feed back conduit; 

(n) a third back flow control means to protect said normally 
closed-to-flow solenoid valve and said pump against any 
harmful effects of back flow; 

(0) a fourth back flow control means to help direct flow during 
the operation of said pump. 
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6,039,068 
APPARATUS FOR SHIELDING AN ARTICULATED 
STRUCTURE 
Clément Tessier, Terrebonne; Francois Beaumont, Laval, and 
Pierre Turcotte, Beaconsfield, all of Canada, assignors to 
Centre de Recherche Indust. du Quebec, Quebec, Canada 
Filed Jul. 22, 1998, Appl. No. 120,823 
Claims priority, application Canada, Aug. 18, 1997, 2213287 
Int. Cl.’ B25J 3/00; F16L 35/00 


U.S. Cl. 137—377 12 Claims 


1. An apparatus for shielding at least a portion of a movable 
articulated structure including at least two segments connected 
through an articulation to allow movement of at least one of said 
segments, the structure portion having to be protected against 
contamination from a working environment, said apparatus com- 
prising: 

at least one section for shielding outer surface of said at least 

one movable segment and said articulation as part of said 
structure portion, the shielding section and segment outer 
surface defining a cavity therebetween, the shielding section 
including at least first and second portions mating at respec- 
tive ends thereof to form a joint permitting relative rotational 
movement of said portions; 

gas input means adapted to be connected to a supply of inactiive 

gas for filling the cavity; and 

gas output means providing escape of the inactive gas out of the 

cavity while maintaining within the cavity a positive gas 
pressure relative to environment ambient pressure sufficient to 
substantially prevent contamination of the structure portion 
from the working environment, the gas output means com- 
prising a contactless portion of the joint formed by the respec- 
tive ends of said first and second portions. 





6,039,069 
PIPE FITTING, IN PARTICULAR A CONTROL AND 
SHUT-OFF VALVE 
Wolfgang Gonsior, Bodolz, Germany, assignor to XOMOX 
International GmbH & Co., Lindau/Bodensee, Germany 
Filed Jun. 11, 1998, Appl. No. 95,510 
Claims priority, application Germany, Jun. 11, 1997, 197 24 
549 
Int. Cl.’ F16K //22 


U.S. Cl. 137—454.2 19 Claims 
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1. A pipe fitting configured as a control or shut-off valve, 
comprising: 





2312 


a shut-off element pivotable about an axis, 

a housing comprising means for connecting the fitting to a 
pipeline, 

said housing being configured with an outer housing defining a 
cavity, and an inner housing which receives the shut-off 
element and is disposed in said cavity, said inner housing 
being releasably joined to said outer housing, 

a stem extending through said shut-off element, and 

a bearing which surrounds the stem disposed at least at one of 
upper and lower ends of the shut-off element, 

said bearing extending partially along said stem into the at least 
one of the upper and lower ends. 


6,039,070 
PILOT OPERATED PRESSURE VALVE 
Bernd Zaehe, Linnich, Germany, assignor to Sun Hydraulics 
Corp., Sarasota, Fla. 
Filed Nov. 9, 1998, Appl. No. 189,613 
Int. Cl.’ GOSD 16/10 
US. Cl. 137—491 
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1. A pilot operated pressure valve comprising: 

an elongated inlet member, an elongated cylindrical hollow main 
body sealingly connected at one end thereof to and longitudi- 
nally extending from said inlet member, an elongated pilot 
chamber member having a pilot chamber and being mounted 
within a cylindrical interior of said main body and longitudi- 
nally extending at one end thereof from said inlet member, 
and a pressure adjustment member adjustably sealingly con- 
nected to another end of said main body at another end of said 
pilot chamber member; 

said inlet member including an inlet port at one end thereof, an 
outlet port a retainer sealingly connected to another end of 
said inlet member, a piston slidably mounted within said inlet 
member, and a main spring positioned within and extending 
longitudinally along a main chamber formed centrally 
between said retainer and said piston; 

a head of said piston defining one end of said main chamber and 
including a main orifice adjacent said inlet port which allows 
a relatively small quantity of pressurized fluid at said inlet 
port to be metered into and fill said main chamber; 

said retainer including a longitudinally extending damping ori- 
fice in fluid communication with said main chamber which 
allows a relatively small quantity of pressurized fluid in said 
main chamber to be metered into said pilot chamber from said 
main chamber; 

said main spring biasingly urging said piston into sealing 
engagement against said inlet port until a predetermined inlet 
pressure equal to a maximum operating pressure of said valve 
is reached whereupon said piston is opened by axial move- 
ment thereof against said main spring to allow pressurized 
fluid to enter said inlet port and to exit said valve directly 
from said outlet port; 

said pilot chamber member including an elongated pilot spring 
acting at one end thereof within an elongated sleeve of said 
pilot chamber member against a pilot ball to seal pilot cham- 
ber up to a first predetermined fluid pressure within said main 
chamber; 
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said sleeve longitudinally positionable by said pressure adjusting 
member within said main body to vary a length of said pilot 
spring and thus to vary the first predetermined inlet pressure 
which is required to unseat said pilot ball; 

said sleeve including a crosshole closed to fluid communication 
with said pilot chamber by a relief spring biasingly engaged at 
one end thereof against a relief ball, said relief ball being 
unseated at a preselected pilot pressure within said pilot 
chamber to allow pressurized fluid to flow from said pilot 
chamber through said crosshole and through a relief hole of 
said main body to exit said valve whereby the pilot pressure 
in said pilot chamber is substantially below the operating 
pressure of said valve; 

said sleeve also including a control orifice which allows a 
relatively small quantity of pressurized fluid in said pilot 
chamber to be metered therefrom and to fill a loading cham- 
ber defined between another end of said sleeve and said 
pressure adjustment member; 

said loading chamber having a net surface area greater than that 
of said retainer whereby said sleeve is moveably urged against 
said pilot spring to selectively vary the valve operating pres- 
sure between a minimum and a maximum valve operating 
pressure. 





6,039,071 
VALVE SEAL MECHANISM 

Taku Tomita, Tokyo; Mitsutoshi Araki, and Naoyuki Yasuda, 
beth of Ibaraki-ken, all of Japan, assignors to SMC 

Kabushiki Kaisha, Tokyo, Japan 

Filed May 27, 1998, Appl. No. 85,230 
Claims priority, application Japan, May 27, 1997, 9-137208 
Int. Cl.’ GOSD 16/02 


U.S. Cl. 137—505.37 10 Claims 
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1. A valve seal mechanism comprising: 

a seat; 

a seal member made of an elastomeric material, said seat and 
said seal member being displaceable relatively to each other 
into abutment against each other to disconnect a port from 
another port; 

said seat having a ridge for pressing and elastically deforming 
said seal member to provide a seal therebetween, and a 
plurality of holders engageable with said seal member and 
having respective abutment surfaces which are positioned for 
abutment contact against said seal member; 

said abutment surfaces being retracted from said ridge relative to 
said seal member; 

the arrangement being such that when said seat is displaced 
relatively toward said seal member, said ridge enters said seal 
member to provide a seal therebetween, and is prevented from 
further entering said seal member by said abutment surfaces 
which are held against said seal member upon continued 
displacement of said seat. 
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6,039,072 6,039,073 
SAFETY VALVE ARRANGEMENT CHECK VALVE 
Folkhard Hélzel, Lauenhagen; Manfred Kramer, Barsing- DeLaun T. Messick, and Mark A. Novak, both of West Des 
hausen, and Jens Tiedemann, Gehrden, all of Germany, Moines, Iowa, assignors to International Valve Corporation, 
assignors to WABCO GmbH, Hannover, Germany West Des Moines, Iowa 
Filed Jun. 25, 1997, Appl. No. 882,241 Filed Mar. 2, 1999, Appl. No. 260,938 
+f 
Claims priority, application Germany, Jul. 1, 1996, 19626324 Int. Cl." F16K 15/00 
Int. Cl.’ F16K /5/00 
U.S. Cl. 137—512.3 23 Claims 
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iN 1. A valve assembly comprising, 

a unitary valve body having opposite ends and a valve seat, 

N a plurality of peripherally spaced apart longitudinal elements 
extending from one end of said valve body to an annular 
shoulder, 

a valve element having a valve seat on one end and a stem on 
the opposite end, said valve element seat adapted to seat 
against said valve body seat with said stem extending parallel 
and centrally of said longitudinal elements and being received 
in a keeper element having opposite ends engaging said 
annular shoulder between said longitudinal elements, and 





1. A safety valve arrangement for an installation operating with 


a pressure medium, comprising: ‘ id “ae 4 val 4 said k 
a pressure medium input and a pressure medium output; a spring on said stem between said valve body and said keeper 
= wallet Ineisialt Gidueees iid seneeien euiiliens tins ont eaid element for normally maintaining said valve element in closed 

ee P : seated engagement with said valve body seat and said keeper 


—s modem output, said valve comprising a valve ren element in engagement with said annular shoulder. 
and a valve closing element, said valve closing element being 


moveable between an open position and a closed position, 
said valve closing element having an active surface subject to 
said pressure-medium in the opening direction of said valve, 
said active surface constituting an area of said valve closing 6,039,074 
element which is delimited by said valve seat; PRESSURE-INDUCED SHUT-OFF VALVE FOR A LIQUID 
said valve closing element further having an auxiliary surface DELIVERY SYSTEM 
located on an area of said valve closing element outside said Jyg J. Raaijmakers, Phoenix, Ariz.; Chris W. Burkhart, San 
area of said valve closing element which is delimited by said Jose, Calif.; David Christensen, San Jose, Calif, and 
valve seat, said auxiliary surface being subject to said pres- Michael N. Susoeff, San Jose, Calif., assignors to Novellus 
sure medium in the opening direction of said valve only when Systems, Inc., San Jose, Calif. 
said valve closing element is lifted from said valve seat; ; Filed Sep. 9, 1997, Appl. No. 926,496 
spring arrangement holding said valve closing element in a Int. Cl.’ F16K /5/18-31/122 
first end position wherein said valve is closed, said valve US. Cl. 137—537 so" : ™ 22 Claims 
closing element moving from said first end position to a ~“* ~* 
second end position wherein said valve is open when the force 
of said pressure medium acting upon said valve closing ele- 
ment is greater than the opposing force of said spring arrange- 
ment acting upon said valve closing element; 
an auxiliary valve connecting said pressure medium input to said 
pressure medium output and being moveable from an open 
position to a closed position, said auxiliary valve having a 
bore for receiving said pressure medium and a valve closing 
element positioned so as to control said pressure medium 
through said bore, said auxiliary valve being located between 
said valve and said medium output; 
said spring arrangement holding said valve closing element of 
said auxiliary valve in a first end position wherein said auxil- 
iary valve is closed, said auxiliary valve closing element 
moving from said first end position to a second end position 
wherein said valve is open when the force of said pressure 
medium acting upon said valve closing element of said valve 
is greater than the opposing force of said spring arrangement 
acting upon said auxiliary valve closing element; and 
said valve closing element of said valve and said valve closing 
element of said auxiliary valve being configured so that said 
auxiliary valve opens later than said valve and said auxiliary 
valve closes before said valve, 
wherein said spring arrangement has a force as a function of a 
distance characteristic curve, a portion of which has a nega- 
tive slope, and wherein the actuating pressure of said valve 1. A pressure-induced shut-off valve comprising a positive shut- 
occurs along the negatively sloped portion of said curve. off mechanism for closing off a flow of liquid through said 
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pressure-induced shut-off valve when said positive shut-off mecha- 
nism is actuated and a back pressure regulator for automatically 
maintaining a constant pressure in a region upstream from said 
valve when said positive shut-off mechanism is not actuated. 
2. The pressure-induced shut-off valve as in claim 1 wherein 
said back pressure regulator comprises: 
a diaphragm; 
a first seat; and 
a spring, said spring exerting a substantially constant force on 
said diaphragm, said diaphragm rising from said first seat if a 
back pressure exceeds a certain value. 





6,039,075 
BAND CONTROLLED VALVE/ACTUATOR 
Stephen C. Jacobsen; Clark C. Davis, both of Salt Lake City, 
and David F. Knutti, Taylorsville, all of Utah, assignors to 
Sarco LC, Salt Lake City, Utah 
Filed Jun. 12, 1997, Appl. No. 873,576 
Int. Cl.’ F16K /3/00 


U.S. Cl. 137—625.28 38 Claims 


1. A valve apparatus, for controlling flow of a fluid from a 

source to a sink, comprising: 

a) base means, having an upper surface, and an aperture extend- 
ing from the upper surface through the base means, for 
allowing the flow of fluid from the source to the sink when the 
aperture is not covered; 

b) elongate, flexible band means, disposed on the base means, 
with a first portion of the band means in contact with the 
upper surface of the base means, and a second portion extend- 
ing forwardly of the first portion and then upwardly and then 
rearwardly above at least a part of the first portion; 

c) control means, coupled to the second portion of the band 
means, for selectively moving the second portion forwardly or 
rearwardly to respectively cover or uncover the aperture with 
the first portion of the band means, to thereby respectively 
prevent or allow the flow of fluid through the aperture; 

d) a tether coupled to the second portion of the flexible band 
means, extending in an opposite direction of the control 
means; and 

e) biasing means, coupled to the tether, for pulling the flexible 
band means in a direction away from the control means. 


6,039,076 
HIGH ENERGY LOSS FLUID CONTROL DEVICE 

Kent R. Hemme, and Allan K. Shea, both of Erie, Pa., assign- 

ors to Copes-Vulcan, Inc., Lake City, Pa. 

Filed Jun. 30, 1998, Appl. No. 109,122 
Int. Cl.’ F16K 47/08 

U.S. Cl. 137—625.37 20 Claims 

1. A disc stack for a high energy loss fluid control device, said 
disc stack comprising a plurality of annularly-shaped discs stacked 
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one upon another, each of said annularly-shaped discs having an 
inner periphery, an outer periphery, and a plurality of passageways 
extending between an inlet and an outlet located at said inner and 
outer peripheries, each of said passageways having a plurality of 
sections connected with right-angle turns with said sections alter- 
nating between extending in a circumferential direction and 
extending in a radial direction, wherein a first one of said sections 
is radially extending toward said inlet to cause fluid to act upon 
itself and expend energy by turbulent interaction, and a second one 
of said sections which is the next radially extending section down- 
stream of said first one of said sections is generally straight and has 
a length which is greater than a length of said first one of said 
sections to gain control of fluid velocity for frictional losses. 





6,039,077 
ELECTROHYDRAULIC CONTROL VALVE 
ARRANGEMENT 

Eckehart Schulze, Stahlbiihlstrasse 36, D-71287 Weissach, Ger- 

many 
PCT No. PCT/EP96/04156, § 371 Date Mar. 30, 1998, § 102(e) 

Date Mar. 30, 1998, PCT Pub. No. WO97/13074, PCT Pub. 

Date Apr. 10, 1997 

PCT Filed Sep. 24, 1996, Appl. No. 43,961 

Claims priority, application Germany, Sep. 30, 1995, 195 36 

553 
Int. Cl.’ F1SB /3/043 

U.S. Cl. 137—625.63 14 Claims 
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1. Electrohydraulic control valve arrangement for controlling the 
pressure media supply to and discharge from a hydraulic motor, 
including: 
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6,039,078 
INLINE EXTRACORPOREAL RESERVOIR AND 
PRESSURE ISOLATOR 
Yehuda Tamari, 21 Singworth St., Oyster Bay, N.Y. 11771-3703 
Continuation-in-part of application No. 07/852,931, Mar. 13, 
the main control valve in alternative functional positions I and — Eas. Tin, SAGAR, Wale fo a conintien 4 auyiien- 
7 a : siege J ‘ tion No. 07/683,093, Apr. 10, 1992, abandoned, which is a 
II, which steadily increase essentially with increasing dis- continuation of application No. 07/410,845, Sep. 2, 1989, 
placement of the piston out of a functionally neutral center abandoned. This application Jun. 7, 1995, Appl. No. 474,267. 
position 0, and is correspondingly reduced with a nearing of This patent is subject to a terminal disclaimer. 
the piston to its center position, and Int. Cl.’ F16L 55/04 
an electrohydraulic servo control valve which is guided by an U.S. Cl. 138—30 
electronic setpoint value, and which controls said main con- 
trol valve piston displacement by the alternating application 
and relieving of pressure in two control chambers of the main 
control valve, wherein 
a) as the electrohydraulic servo control arrangement an elec- 
trohydraulic follow-up servo control valve (14; 14’) is pro- 
vided, which operates with electromechanically control- 
lable position setpoint input and mechanical actual position 
data feedback in order to pilot the main control valve in a 
manner guided by the setpoint value, and is constructed as 
a 4/3 way valve which has a P-supply connection (76), 
which is in communication with the pressure outlet of a 
pressure supply unit, as well as a T-return connection (77), 
which is connected with an unpressurized reservoir of the 
pressure supply unit, and which further has an A-control 
connection (78), which is in communication with one of — 1. An inline reservoir for use in an extracorporeal circuit to 
said control chambers (13) of the main control valve (11), provide compliance for blood flow therethrough, said reservoir 
and further has as a B-control connection (79), which is in comprising: 
communication with the other of said control chambers _ (a) a length of unitary extracorporeal tubing having a first and 
(13) of the main control valve (11), wherein in one of the second end interconnected in an extracorporeal circuit, said 
central positions of the main control valve (11) associated tubing having a first outer diameter and first wall thickness, 
central positions of the piston element (66; 66') of the said tubing having an enlarged thin wall portion defined 


follow-up servo control valve (14; 14') the supply and the intermediate said first and second ends of said tubing; 


a main control valve constructed as a 3-position-valve, which 
main control valve includes a piston which is displaceable in 
alternative directions between end positions in a bore of a 
housing, which end positions correspond to the maximal 
values of derestricted cross-section of flow-through paths of 


7 Claims 


: : s (b) a housing having a first and second engaging points which 
user connections are closed off against each other, and in engage said tubing on either side of said enlarged thin wall to 


form a sealed interluminal chamber between the enlarged thin 
wall tubing and the housing, said housing extending beyond 
the enlarged thin wall portion to engage said tubing along said 
first outer diameter at said first and second engaging points. 


the alternative functional positions I and II in which the 
follow-up servo control valve (14; 14’) is positioned as a 
function of the given setpoint value, on the one hand the 
A-control connection (78) is in communication with the 


P-supply connection (76) and the B-control connection (79) 
is in communication with the T-return flow connection (77), 
and on the other hand the A-control connection (78) of the 
follow-up servo control valve (14; 14') is in communication 
with its return flow connection (77) and the B-control APPARATUS AND METHOD FOR REPAIRING THE 
connection (79) is in communication with the P-supply JUNCTION OF A SEWER MAIN LINE AND LATERAL 
connection (76) of the follow-up servo control valve (14; PIPE 
14); Larry W. Kiest, Jr., Ottawa, Ill., assignor to LMK Enterprises, 

b) the servo control valve (14; 14') comprises a sleeve-shaped _Inc., Ottawa, Iil. 
housing element (99; 99') which is disposed to be moveable Filed Jul. 17, 1998, Appl. No. 118,048 
in a pressure tight manner in a connection block (114, 114') Int. Cl.’ FI6L 55/16 
rigidly connected to the housing of the main control valve 
(11, 11'), and a piston element (66; 66') which is disposed 
so as to be moveable in a pressure tight manner in the 
sleeve-shaped housing element (99; 99"), of which one of 
these serves as the setpoint value input element, which by 
means of a controllable electro-motor (131) is driveable in 
alternative directions for carrying out incremental displace- 
ments with respect to the other, which serves as actual 
position feedback element, which is force-form locking 
movably connected with the piston (16, 16') of the main 
control valve (11, 11') and thereby is controllable for car- 
rying out servo-control movements synonymous with the 
displacement of the setpoint value input element, and 

c) the servo control valve (14; 14') is provided with a valve 
spring arrangement (118, 119; 151), which in a non- 49 A method for repairing a damaged junction between a main 
controlled state of the setpoint input motor (131) adjusts the ine sewer pipe and a lateral sewer pipe, said method comprising: 
setpoint input element upon the setpoint input position constructing a single piece liner assembly from a resin absorbent 





6,039,079 


U.S. Cl. 138—98 











associated with the operationally neutral central position of 
the main control valve (11; 11’). 


material, said liner assembly comprising a main liner tube and 
a lateral liner tube, said main liner tube having first and 
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second opposite ends and a main liner tube opening there 
between, said lateral liner tube having first and second ends, 
one of which is connected to said main liner tube opening of 
said main liner tube to provide communication from the 
interior of said lateral liner tube through said main liner tube 
opening to the interior of said main liner tube; 

impregnating said main liner tube and said lateral liner tube with 
an uncured resinous material capable of curing and hardening; 

mounting said liner assembly to a launcher tube having first and 
second opposite ends and a launcher tube opening positioned 
there between, said mounting step comprising placing said 
lateral liner tube within said launcher tube and placing said 
main liner tube on the exterior of said launcher tube, said 
lateral liner tube and said main liner tube being connected to 
one another through said launcher tube opening; 

moving said launcher tube within said main line sewer pipe to a 
position wherein said launcher tube opening is in registered 
alignment with said damaged junction; and 

inverting said lateral liner tube out of said launcher tube through 
said launcher tube opening into said lateral sewer pipe; 

pressing said main liner tube radially outwardly into engagement 
with the interior surface of said main line sewer pipe and said 
lateral liner tube radially outwardly into engagement with the 
interior surface of said lateral sewer pipe; 

permitting said resin to cure and harden whereby said main liner 
tube provides a full circle seal around the interior of said main 
sewer pipe on both sides of said damaged junction, and said 
lateral liner tube provides a full circle seal around the interior 
of said lateral sewer pipe adjacent said damaged juncture. 





6,039,080 
MACHINE FRAME FOR THE MEAT PROCESSING 
INDUSTRY AND TUBE PROFILE 
Barend Jacobus Emmanuel Beijaard, Oploo; Thomas Gerar- 
dus Maria Jacobs, Doetinchem, and Leonardus Jozephus 
Antonius Tiggeloven, Groenlo, all of Netherlands, assignors 
to Stork R.MLS. B.V., Lichtenvoorde, Netherlands 
Division of application No. 08/721,821, Sep. 27, 1996, Pat. No. 
5,878,785. This application Mar. 5, 1999, Appl. No. 267,914. 
Claims priority, application Netherlands, Sep. 29, 1995, 
1001322 
Int. Cl.’ F16L 9//8 


US. Cl. 138—115 18 Claims 


6. A tube profile part for assembling at least a part of a machine 
frame for the meat processing industry, comprising: 

at least six substantially straight sides defining a main channel 
for passage of conduits or cables, with adjacent sides enclos- 
ing an internal angle of less than about 290°; 

at least one internal channel defined in said main channel for the 
passage of a fluid; and 

at least one guide surface defined on an outside of said tube 
profile part for guiding a machine part. 
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6,039,081 
ARTICULATED BEND LIMITER 
Frank Albert, Parma, Ohio, assignor to PMI Industries, Inc., 
Cleveland, Ohio 
Provisional application No. 60/040,064, Feb. 12, 1997. This 
application Feb. 11, 1998, Appl. No. 21,846. 
Int. Cl.’ F16L 27/00 


U.S. Cl. 138—120 18 Claims 

















1. An articulated bend limiter apparatus for limiting the bending 
radius of an associated submarine cable, said apparatus comprising 
a plurality of interconnected articulated segments for coaxial con- 
nection about an associated submarine cable, said plurality of 
segments each comprising: 

an outer sleeve member including an inner arcuate surface 
defining a socket; and, 

a ball assembly positioned in said socket and surrounded by said 
outer sleeve member, said ball assembly comprising first and 
second closely spaced generally hemispherically shaped sec- 
tions each having an outer arcuate surface corresponding to 
and in contact with said inner arcuate surface that defines said 
socket such that each of said first and second hemispherically 
shaped sections independently pivots in said socket relative to 
said inner surface, said first hemispherically shaped section 
connected by a neck member to a hemispherically shaped 
section of a first axially adjacent segment, and said second 
hemispherically shaped section connected by a neck member 
to a hemispherically shaped section of a second axially adja- 
cent segment, opposite said first axially adjacent segment. 





6,039,082 
FLEXIBLE HOSE CONSTRUCTION AND METHOD OF 
MAKING THE SAME 
Jeffrey J. Winter, Ocala, Fla.; Homer N. Holden, Sylva, N.C., 
and James L. Lawrence, Ocala, Fla., assignors to Dayco 
Products, Inc., Dayton, Ohio 
Division of application No. 09/087,317, May 29, 1998, which 
is a division of application No. 08/551,388, Nov. 1, 1995, 
abandoned, which is a division of application No. 08/326,631, 
Oct. 20, 1994, abandoned, which is a division of application 
No. 08/149,584, Nov. 9, 1993, Pat. No. 5,394,904, which is a 
division of application No. 07/869,696, Apr. 16, 1992, Pat. No. 
5,279,332, which is a division of application No. 07/575,731, 
Aug. 31, 1990, Pat. No. 5,129,428, which is a continuation-in- 
part of application No. 07/405,487, Sep. 11, 1989, Pat. No. 
5,089,074. This application May 6, 1999, Appl. No. 305,992. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ F16L 11/08 
U.S. Cl. 138—121 5 Claims 
1. In a flexible hose construction comprising an elongated inner 
tube made of a flexible material and comprising a fluid-resistant 
layer, an elongated outer tube closely encircling said inner tube and 
made of a flexible material, and at least one rib extending between 
said inner and outer tubes; the improvement wherein said at least 
one rib is comprised of a flexible material, and said at least one rib 
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is disposed between said inner and outer tubes and is bonded to 
only one of said inner and said outer tube. 





6,039,083 
VENTED, LAYERED-WALL DEEPWATER CONDUIT AND 
METHOD 
Cobie W. Loper, Kingwood, Tex., assignor to Wellstream, Inc., 
Panama City, Fla. 
Filed Oct. 13, 1998, Appl. No. 170,668 
Int. Cl.’ F16L /1/00;3/00 


U.S. Cl. 138—135 25 Claims 





1. A flexible conduit with a central flow passage adapted to be 
submerged in a body of water for conveying high pressure fluids 
through the body of water, comprising: 

an axially extending conduit wall constructed of multiple, radi- 
ally spaced layers of differing material; 

radially inner and radially outer sealing material layers included 
in said wall for preventing radial fluid flow through said 
conduit wall; 

a vent passage disposed in the annulus between said inner and 
outer sealing layers for conveying fluids axially through said 
annulus; 

an exhaust vent communicating with said vent passage for 
conveying fluid in said vent passage to a pressure area having 
a lower pressure than the pressure exerted on said conduit by 
the body of water within which said conduit is submerged; 

multiple tubular segments of said conduit wall adapted to be 
connected together to form an elongate, segmented conduit; 

end connectors at each end of said multiple tubular segments for 
securing and sealing adjoining segments together: and 

communication passages extending through said end connectors 
for joining vent passages in adjoining segments. 
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6,039,084 
EXPANDED FLUOROPOLYMER TUBULAR 
STRUCTURE, HOSE ASSEMBLY AND METHOD FOR 
MAKING SAME 
Norman S. Martucci, and Boney A. Mathew, both of Clarkston, 
Mich., assignors to Teleflex, Inc., Plymouth Meeting, Pa. 
Filed Jun. 13, 1997, Appl. No. 874,612 
Int. Cl.” F16L 11/04; 1/08;11/20 


U.S. Cl. 138—137 23 Claims 


1. A tubular structure (10) comprising an expanded fluoropoly- 
mer material having an outer surface (12), an inner surface (14), 
and a wall (16) therebetween defining a channel (18); wherein said 
fluoropolymer material includes a melt extrudable fluorocarbon 
polymeric material; and wherein said melt extrudable fluorocarbon 
polymeric material includes perfluorinated ethylene-propropylene, 
or perfluoralkoxy fluorocarbon resin, or a polymer of ethylenetet- 
rafluoroethylene. 





6,039,085 
MULTI-LAYER TUBING ASSEMBLY WITH FOAMED 
OUTER LAYER 
Henry S. Hsich, Rochester Hills, Mich., assignor to Bundy 
Corporation, Warren, Mich. 
Continuation-in-part of application No. 08/593,068, Jan. 29, 
1996, Pat. No. 5,934,336. This application May 19, 1999, 
Appl. No. 314,809. 
Int. Cl.’ F16L ///04 
US. Cl. 138—137 26 Claims 
21. A multi-layer tubing assembly comprising: 
an extruded innermost semi-conductive layer of fluoropolymer; 
an inner permeation-resistant layer of fluoropolymer coextruded 
around said innermost layer; 
an adhesive layer co-extruded around said inner layer, said 
adhesive layer is comprised of a polymer alloy having a 
multi-phase morphology wherein one phase in miscible with 
fluoropolymer and another phase is miscible with polyamide; 
an polyamide layer coextruded around said adhesive layer; and 
an outer layer of foamed polyamide coextruded around said 
polyamide layer. 





6,039,086 
SEPARATING WEFT THREAD WASTE OF A SINGLE 
UNCONTAMINATED MATERIAL FROM UNTWISTED 
LENO BINDING THREADS IN TRIMMED CATCH 
SELVAGES 

Peter D. Dornier, Nonnenhorn, and Valentin Krumm, Hergens- 

weiler, both of Germany, assignors to Lindauer Dornier 

Gesellschaft mbH, Lindau, Germany 

Filed Oct. 2, 1998, Appl. No. 165,790 

Claims priority, application Germany, Oct. 2, 1997, 197 43 

611; Oct. 2, 1997, 197 43 612 
Int. Cl.” DO3C 7/04; DO3D 47/40; DO3J 1/04 

U.S. Cl. 139—54 34 Claims 

1. A method of processing a catch selvage of a woven web, said 
catch selvage including weft thread ends bound by at least two 
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leno threads that are twisted together, said method comprising the 
following steps: 
a) untwisting said leno threads from each other so as to unbind 
said weft thread ends, 
b) separating said weft thread ends from said untwisted leno 
threads, and 
c) separately transporting away said weft thread ends and said 
untwisted leno threads. 





6,039,087 
REED ASSEMBLY 
Robert G. Thompson, III, Taylors, and William L. Stenhouse, 


Greenville, both of S.C., assignors to Steel Heddle Manufac- 
turing Co., Greenville, S.C. 
Filed Sep. 30, 1998, Appl. No. 163,625 
Int. Cl.’ DO3D 49/62 


US. Cl. 139—192 17 Claims 


1. A reed assembly for a textile loom wherein the loom forms a 
fabric by moving reeds in a slay between a shed formed by warp 
yarns to beat up filler yarns inserted through the shed into a fell 
line of the fabric, said reed assembly comprising: 

a reed comprising a plurality of individual dents held in a top 
channel and a bottom channel, said reed having a length 
defined by ends of said top and bottom channels, said bottom 
channel rigidly mounted in a slay for reciprocating movement 
therewith; and 

a brace member mounted to said top channel, said brace member 
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6,039,088 
REED ASSEMBLY WITH ANGLED DENTS 
William L. Stenhouse, Greenville, S.C., assignor to Steel 
Heddle Manufacturing Co., Greenville, S.C. 
Filed Sep. 30, 1998, Appl. No. 164,529 
Int. Cl.’ DO3D 49/62 


U.S. Cl. 139—192 18 Claims 


1. A slay and reed assembly for a textile loom that forms fabric 
by beating up filler yarns inserted into a shed formed between warp 
yarns into a fell line of the fabric, said assembly comprising: 

a reed, said reed further comprising an upper channel and a 
lower channel, and at least a first row of spaced apart adja- 
cently disposed dents with ends thereof disposed in said upper 
and lower channels, said reed having a front beat up side 
facing the fabric fell line; 

a reciprocating motion slay with a clamping device, said reed 
carried by said clamping device so that said slay moves said 
reed towards and away from the fabric fell line wherein said 
dents beat up filler yarns into the fabric fell line; 

said clamping device comprising a recess configured for receiv- 
ing said lower channel, said recess having an essentially 
vertical front face towards the fabric fell line; and 

wherein when said reed is received in said recess, said dents are 
disposed so as to be non-parallel to said vertical front face of 
said clamping device and to form an angle of greater than 
ninety degrees with respect to the fabric fell line when said 
vertical front face of said clamping device recess is essentially 
perpendicular to the fabric fell line in a beat up position of 
said slay. 





6,039,089 
TOOL FOR TYING CABLE HARNESSES 
Viktor Kurmis, Pinneberg, Germany, assignor to Paul Heller- 
man GmbH, Pinneberg, Germany 
Filed Mar. 11, 1998, Appl. No. 38,458 
Claims priority, application Germany, Mar. 11, 1997, 297 04 


Int. Cl.’ B21F 09/02 
U.S. Cl. 140—93.2 4 Claims 
1. A tool for tying articles by means of tapes comprising a tape 
advance channel for advancing a tape, a tool body forming one 


defining a recess corresponding essentially to the width and ide of said channel and a step feeder for feeding a magazine strip 
depth of said top channel and extending longitudinally along to the tape advance channel, and forming the other side of said 
opposite sides and wrapping around said end of said top channel, the step feeder and the tool body being movable from 
channel. each other to provide ready access to said channel, wherein the 
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step feeder comprises a housing that is removably connected to the 
tool body, a pulling-in drum having projections on the circumfer- 
ence that grip between successive tapes on the magazine strip, and 
a latching device for securing the pulling-in drum in a rest position. 


6,039,090 
PRESSURIZABLE BEVERAGE VESSELS 
Brian Leslie Gunn, Tenbury Wells; James Moore, Ledbury, 
and Michael Turley Hancocks, Fairacre, all of United King- 
dom, assignors to Able Industries Limited, Tenbury Wells, 
United Kingdom 
PCT No. PCT/GB96/01741, § 371 Date Apr. 30, 1998, § 102(e) 
Date Apr. 30, 1998, PCT Pub. No. WO97/03890, PCT Pub. 
Date Feb. 6, 1997 
PCT Filed Jul. 19, 1996, Appl. No. 983,405 
Claims priority, application United Kingdom, Jul. 20, 1995, 
9514870; May 31, 1996, 9611353 
Int. Cl.’ B67C 3/00 


U.S. Cl. 141—17 24 Claims 





1. A pressurizable container comprising a wide mouthed vessel 
and a removable closure to close the mouth of the vessel, the 
closure including a circular disc, a flexible annular flange extend- 
ing around the disc and arranged to be urged against the inner wall 
of the vessel when the container is pressurized, and pressure 
release means in the disk for venting the vessel to release the 
pressure on the flange, characterized in that the disc is dome 
shaped in a direction extending into the vessel whereby, when 
pressurized, the disk is subject to circumferential expansion to 
augment the direct pressure on the flange caused by internal 
pressurization of the vessel. 
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6,039,091 
FILLING DEVICE FOR USE IN MANUFACTURING OF 
GEL FILLED PROSTHESES 
Kenneth W. Rodgers, Flower Mound; Gary D. Strong, Bed- 
ford; Michael C. Christy, Plano, and Russell C. Mason, Fort 
Worth, all of Tex., assignors te Mentor Corporation, Santa 
Barbara, Calif. 
Filed Aug. 3, 1998, Appl. No. 128,090 
Int. Cl.’ B65B 3/28 


U.S. Cl. 141—83 20 Claims 




















1. Prosthesis filling apparatus comprising: 

a cannula having first and second ports for insertion through a 
fill port on a prosthesis shell to provide communication with 
an interior of the prosthesis shell through the first and second 
ports; 

a source of filling material; 

a low shear pump coupled to the source of filling material; 

a first flexible hose coupled between the low shear pump and the 
first port on the cannula; 

a vacuum source; 

a second flexible hose coupled between the vacuum pump and 
the second port on the cannula; 

a weight measuring scale; 

the cannula being positioned on the scale so that the scale will 
respond to the change in weight of a prosthesis, the fill port of 
which is penetrated by the cannula, the first and second 
flexible hoses being configured to not interfere with the free 
operation of the scale. 


6,039,092 
CONVEYOR DRIVE AND CONTROL SYSTEM 
Dominic Muscara, 68 Coakley St., Islen, N.J. 08830 
Filed Feb. 22, 1999, Appl. No. 253,093 
Int. Cl.’ B65B 43/42 


U.S. Cl. 141—129 15 Claims 





1. A conveyor system including in combination: a conveyor for 
transporting objects in one direction, a fluid motor for driving the 
conveyor in one direction, a first fluid supply line including a 
supply valve and a control valve for controlling the supply of fluid 
to said motor for driving said fluid motor in said one direction, a 
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drive shaft operatively connected to said fluid motor for driving 
said conveyor in said direction, means including a cam driven by 
said drive shaft for closing said supply valve, and a second fluid 
supply line for controlling the supply of fluid to said motor at least 
until said cam opens said fluid supply valve whereupon supply of 
fluid to said motor is controlled by said first fluid supply line. 


6,039,093 
ADAPTER FOR EXTRACTING A LIQUID FROM A 
CONTAINER CLOSED WITH A STOPPER 

Werner Mrotzek; Bernd Grif, and Ingoberth Schénke, all of 

Berlin, Germany, assignors to Schering Aktiengesellschaft, 

Berlin, Germany 
PCT No. PCT/DE96/02027, § 371 Date Aug. 27, 1998, § 102(e) 

Date Aug. 27, 1998, PCT Pub. No. WO97/15267, PCT Pub. 

Date May 1, 1997 

PCT Filed Oct. 18, 1996, Appl. No. 51,791 

Claims priority, application Germany, Oct. 20, 1995, 195 40 

476 
Int. Cl.’ B65B 1/04 


US. Cl. 141—386 9 Claims 


1. An adaptor for drawing a liquid from a container (1) or for 
filling the container wherein the container is sealed using a plug (2) 
that is attached to the container by a flange cap (3), the adaptor 
comprising: at least one partially hollow mandrel (11) equipped 
with at least one nozzle (13) on a front end thereof, a connecting 
part (31) with a funnel (33) on a rear end, and a flat gripping 
element (21) in an intermediate area between the front and rear 
ends thereof; an elastic gripping part (25) arranged on the gripping 
element (21) toward the front end of the adaptor the elastic 
gripping part (25) having an inner contour substantially corre- 
sponding to the outer contour of the flange cap (3) and having 
locking elements (26) that engage beneath the flange cap (3) in 
sections at locations displaced axially from the gripping element 
(21) by a distance which is at least the height of the flange cap (3), 
the gripping part (25) having a front edge (25A) that is a 
centering part projecting over and past a mandrel (11), while 
the locking elements (26) are located in an area behind the tip 
(11A) of mandrel (11); and 

the nozzle (13) being integrated into the mandrel (11), the 
nozzles (13) each having a jet direction that deviates by at 
least 30° from the center line of the adaptor. 





6,039,094 
LOG TURNING MACHINE GUIDES 
Richard L. Neville, Victor, Mont., assignor to Nevilog, Inc., 
Victor, Mont. 
Filed May 12, 1999, Appl. No. 310,379 
Int. Cl.’ B27C 7/00; B27B 31/00 
U.S. Cl. 144—4 21 Claims 
1. In a log turning machine including a cutter head for cutting a 
log workpiece to a specified diameter about an axis, a log guide 
comprising: 
a support frame; 
a set of elongated guide members having opposed first and 
second ends; 
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a first set of links mounting the guide members adjacent the first 
ends thereof to the support frame for adjustable movement 
substantially radially with respect to the axis between a mini- 
mum and a maximum diameter; 

a second set of links mounting selected guide members to the 
support frame adjacent the second ends thereof for adjustable 
movement substantially radially with respect to the axis; and 

wherein the second ends are spaced along the axis from the first 
ends by a distance at least 5 times the maximum diameter. 





6,039,095 
ADJUSTABLE ROUTER GUIDE PLATFORM WITH 
INTEGRATED CLAMP 
Roger R. Newman, 20 Lytton Boulevard, Toronto, Canada, 
MAR 1L1 
Filed Dec. 9, 1998, Appl. No. 207,515 
Int. Cl.’ B27M 3/00 
U.S. Cl. 144—144.52 


1. An apparatus for use with a router and a workpiece, said 
router having a baseplate, an edge on said baseplate for guiding the 
router, and a router bit extending down below said baseplate for 
rotation about a router axis, said apparatus comprising: 

(i) opposed front and rear jaw-pieces located on opposite sides 
of a gap for receiving the workpiece and being movable 
towards and away from one another; 

(ii) clamping means connected to said jaw-pieces, said clamping 
means being actuatable, in use, to draw the front and rear 
jaw-pieces together, thereby to clamp said workpiece in the 
gap between the front and rear jaw-pieces, said clamping 
means being located above the front and rear jaw-pieces, so as 
not to obstruct the jaw-pieces and to permit a workpiece of 
indefinite length to be clamped between the front and rear 
jaw-pieces; 

(iii) a platform area means for supporting said router over the 
workpiece, a platform area being provided on each of the 
front and rear jaw-pieces; and 

(iv) platform area holding means for maintaining said platform 
areas on said front and rear jaw-pieces coplanar. 
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: 6,039,096 
MILLING TOOL WITH REDUCED NOISE EMiSSION 
FOR MACHINING WOOD OR THE LIKE 
Uwe Heisel, Robert-Haug-Weg 18, D-70194 Stuttgart, and 

Johannes Tréger, Rilkestrasse 6, D-71229 Leonberg, both of 
Germany 
PCT No. PCT/EP97/00872, § 371 Date Aug. 27, 1998, § 102(e) 
Date Aug. 27, 1998, PCT Pub. No. WO97/31762, PCT Pub. 
Date Sep. 4, 1997 
PCT Filed Feb. 24, 1997, Appl. No. 125,865 
Claims priority, application Germany, Feb. 27, 1996, 196 07 
318 
Int. Cl.’ B27G 13/04; B27L 11/02 


U.S. Cl. 144—235 16 Claims 


1. A milling cutter having a front surface, a working plane and a 
circumferential surface, and defining an axis of rotation, compris- 
ing: 

at least one row of cutter teeth extending about the circumfer- 

ential surface, said cutter teeth serving for pre-milling; and 

a row of teeth for finishing milling situated on the front surface, 

wherein: 

the teeth of both rows have radially cutting edges and axially 
cutting minor cutting edges, said minor cutting edges define 
rotary surfaces which make a transition into each other 
such that the combined rotary surface forms a setting angle 
which are reduced according to one of: continuously and in 
sections, from being oriented radially outward to radially 
inward with respect to the working plane, the working 
plane extending perpendicularly to the axis of rotation. 





6,039,097 
POSITION-BASED INTEGRATED MOTION 
CONTROLLED CURVE SAWING 
Joe B. Kennedy; Roland Davyduke; James G. Jackson; James 
B. Hannebauer; William R. Newnes; Brian Stroud, and John 
Sergeant, all of Salmon Arm, Canada, assignors to CAE 
Electronics Ltd., St. Laurent, Canada 
Division of application No. 08/822,947, Mar. 21, 1997, Pat. 
No. 5,884,682, Provisional application No. 60/013,803, Mar. 
21, 1996, Provisional application No. 60/015,825, Apr. 17, 
1996, Provisional application No. 60/025,086, Aug. 30, 1996. 
This application Dec. 15, 1998, Appl. No. 210,593. 
Int. Cl.’ B27B 1/00 
U.S. Cl. 144—357 18 Claims 
10. A method of curve sawing comprising: 
providing an active gangsaw mounted to an articulatable gang- 
saw Carriage, said gangsaw carriage being mounted to a base; 
providing a chipping head upstream of and cooperating with 
said active gangsaw, said chipping head being mounted to 
said gangsaw carriage; 
said chipping head being translatable in a first direction which 
crosses a linear workpiece feed path; 
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feeding a workpiece linearly in said feed path such that the 
workpiece first passes said chipping head and subsequently 
passes through said gangsaw; and 

positioning said chipping head linearly in said first direction to 
thereby translate said chipping head relative to said workpiece 
feed path; and 

positioning said gangsaw carriage linearly in said first direction 
and simultaneously rotatably about a generally vertical axis to 
thereby translate and skew said gangsaw carriage relative to 
said workpiece feed path. 


POSITION-BASED INTEGRATED MOTION 
CONTROLLED CURVE SAWING 
Joe B. Kennedy; Roland Davyduke; James G. Jackson; James 
B. Hannebauer; William R. Newnes; Brian Stroud, and John 
Sergeant, all of Salmon Arm, Canada, assignors to Cae 
Electronics Ltd., St. Laurent, Canada 
Division of application No. 08/822,947, Mar. 21, 1997, Pat. 
No. 5,884,682, Provisional application No. 60/013,803, Mar. 
21, 1996, Provisional application No. 60/015,825, Apr. 17, 
1996, Provisional application No. 60/025,086, Aug. 30, 1996. 
This application Dec. 15, 1998, Appl. No. 211,047. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B27B 1/00 


U.S. Cl. 144—357 56 Claims 


1. A method of position-based curve sawing of a workpiece 
having a longitudinal axis with a machine having a cutting device, 
said method comprising 

(a) scanning said workpiece to determine a series of profiles of 

said workpiece along the longitudinal axis of said workpiece: 

(b) computing a smoothing curve fitted to said series of profiles 

of said workpiece, and adjusting said smoothing curve in 
accordance with constraints of said cutting device to generate 
an adjusted curve; 
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(c) generating a set of positioning data based upon said adjusted 
curve corresponding to desired relative positions of said cut- 
ting device and said workpiece; 

(d) feeding said workpiece longitudinally into cutting engage- 
ment with said cutting device, and 

(e) adjusting the relative position of said cutting device and said 
workpiece according to said set of positioning data as said 
workpiece is fed into cutting engagement with said cutting 
device. 





6,039,099 
SAFETY INSERT WITH WARNING FUNCTION 
Olivier Muhlhoff, Clermont-Ferrand, France, assignor to 
Compagnie Generale des Etablisse-Michelin-Michelin & Cie, 
Clermont-Ferrand Cedex, France 
Filed Nov. 25, 1997, Appl. No. 978,064 
Claims priority, application France, Nov. 26, 1996, 96 14563 
Int. Cl.’ B60C 17/04;17/00 


U.S. Cl. 152—158 14 Claims 


62 


) 


1. A safety insert intended to be mounted in an assembly 
comprising a tire and a wheel rim and to be mounted radially 
externally relative to the wheel rim, said insert having a radially 
exterior surface which defines a radial support for the crown of the 
tire when said tire is deflated, the running radius of said safety 
insert under run-flat conditions varying between a minimum radius 
and a maximum radius over 180° in order to create a running 
vibration, wherein said running radius varies appreciably sinusoi- 
dally between the maximum radius and the minimum radius over 
180° in order to create a vibration the frequency of which is equal 
to the frequency of rotation of said tire and wheel rim assembly. 





6,039,100 
STAY MEMBER FOR TIRE CHAINS, ESPECIALLY FOR 
PROTECTIVE TIRE CHAINS 
Anton Miiller, Aalen, Germany, assignor to Eisen - und 
Drahtwerk Erlau Aktiengesellschaft, Germany 
Filed Jan. 9, 1998, Appl. No. 5,314 
Int. Cl.’ B60C 11/00 
U.S. Cl. 152—243 


1. A stay member for a tire chain, said stay member comprising: 
a base member comprised of a base portion and a wear portion; 
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said base member having a longitudinal center plane; 

said base member having at least one connecting opening for 
receiving connecting members of the tire chain; 

said base portion comprising a tire contact surface opposite said 
wear portion; 

said wear portion projecting laterally past said base portion; 

said wear portion comprising a wear surface and lateral surfaces; 

said wear surface comprising grooves extending perpendicularly 
to said longitudinal center plane; 

said wear portion being diamond-shaped in plan view so that 
said laterai surfaces are positioned at an angle to one another 
such that ring members, received in neighboring ones of said 
stay members, are spaced from one another and protected 
from being damaged when said lateral surfaces of neighboring 
ones of said stay members touch one another. 





6,039,101 
CUTTING AND CREASING APPARATUS 
Robin MacKinnon, London, United Kingdom, assignor to Kor- 
pak Limited, London, United Kingdom 
PCT No. PCT/GB96/00938, § 371 Date Jan. 23, 1998, § 102(e) 
Date Jan. 23, 1998, PCT Pub. No. WO96/34725, PCT Pub. 
Date Nov. 7, 1996 
PCT Filed Apr. 22, 1996, Appl. No. 945,031 
Claims priority, application United Kingdom, May 1, 1995, 
9508801; Sep. 13, 1995, 9518700 
Int. Cl.’ B26F 1/44 


U.S. Cl. 156—443 11 Claims 


1. An apparatus for the welding, cutting and creasing of plastics 
material sheet which comprises a heated cutting and creasing tool 
and a corresponding plate arranged for mutual contact character- 
ised in that the plate is free of raised surfaces and is covered with 
two layers of a resilient material, at least the outer layer being 
replaceable. 





6,039,102 
SHEET MATERIAL DISPENSER WITH SAFER SHEET 
CUTTING MEANS 
Philip V. Sadrakula, Hudson, Wis.; Leonard Kampa, Bloom- 
ington, Minn.; Michael D. Hamerski, Baldwin, Wis., and 
James L. Bries, Cottage Grove, Minn., assignors to 3M 
Innovative Properties Company, St. Paul, Minn. 
Filed May 14, 1997, Appl. No. 855,687 
Int. Cl.’ B32B 3//00 


US. Cl. 156—510 12 Claims 


1. A dispenser from which sheet material having opposite major 
surfaces may be manually dispensed, said dispenser comprising: 
a frame; 
means on said frame adapted for carrying the sheet material and 
for defining a passageway having a first side generally parallel 
to said surfaces of said sheet material, through a portion of 
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which passageway a portion of the sheet material carried on (c) a stacking device for receiving and stacking the individual 
the frame can be pulled; sheets of strip material on the stack; 
cutting member having a sharp cutting edge adapted for (d) an adhesive application device to apply adhesive to the stack 
transversely cutting the sheet material and an elongate contact as the next individual sheet to be applied to the stack from the 
surface generally parallel to and spaced from said cutting supply of strip material is maintained in spaced relationship 
edge; from the stack; 
means mounting said cutting member on said frame along said (e) a press mounted on the frame for pressing onto the stack the 
first side of and transverse to said passageway for movement individual sheets after the adhesive has been applied to the 
relative to said frame between: stack, the press adapted to reciprocate in directions generally 
a) a retracted position at which said cutting edge is spaced perpendicular to the directions of reciprocation of the car- 
from said passageway and positioned to restrict contact riage; and 
between a person using the dispenser and said cutting edge, _—(f) at least one cutting edge for cutting the individual sheets. 
and at which retracted position said contact surface extends 
along said first side of said passageway, and 
b) a cutting position to which the cutting member can be 
moved from said retracted position by manually tensioning 
the sheet material being pulled from the dispenser around 
the contact surface of the cutting member, at which cutting 
position said cutting edge is positioned to intersect and 
transversely sever the tensioned sheet material; and 
means for biasing said cutting member to said retracted position; 
said means mounting said cutting member on said frame mount- 
ing said cutting member for pivotal movement relative to said 
frame about a cutting member pivot axis generally parallel to 
and spaced from both said contact surface and said cutting 
edge between said retracted and cutting positions; and said 
contact surface being disposed so that when said cutting 
member is moved to said cutting position by said tensioned 
sheet material said tensioned sheet material extends from the 
sheet material carried on said frame to said contact surface 
with said cutting edge engaging said sheet material therebe- 
tween; and 
at least a portion of said frame and at least a portion of said 
cutting member being provided by a unitary polymeric mold- 
ing having an elongate relatively thin resiliently flexible sec- 
tion between said frame and said cutting member providing 
both said means for mounting said cutting member on said 
frame for pivotal movement and said means for biasing. 


6,039,104 
DUAL PURPOSE CLAMP FOR RIM HOLDING TIRE 
CHANGERS 

Charles L. Cunningham, Nashville, and Robert E. Gwaltney, 

Brentwood, both of Tenn., assignors to Hennessy Industries, 

Inc., La Vergne, Tenn. 

Filed Mar. 6, 1998, Appl. No. 36,633 
Int. Cl.’ B60C 25/00 

U.S. Cl. 157—21 12 Claims 





1. In combination, a rim clamp and a rim holding tire changer 
having a clamp carrier, comprising: 
6,039,103 a rim clamp including a base having two sets of legs, one set of 
APPARATUS FOR PRODUCING SHADE MATERIAL legs being perpendicular to the other set of legs, each set of 
Chung-Chen Huang, Taipei, Taiwan, assignor to Teh Yor legs being attachable to the clamp carrier of the rim holding 
Industrial Co., Ltd., Taiwan tire changer independent of the other set of legs; 
Division of application No. 08/680,987, Jul. 16, 1996, Pat. No. 2 body affixed to the base; and ye ; 
5,897,730. This application May 21, 1998, Appl. No. 82,692. gripping means attached to the body for receiving the rim of a 


Int. Cl.’ B32B 31/18; B31D 3/02 vehicle tire, : ; 
USS. Cl. 156—511 26 Claims __ the gripping means including a first claw configured to receive a 


first rim type, and a second claw angularly disposed from the 
first claw and configured to receive a second rim type that is 
different from the first rim type. 


6,039,105 
COMPRESSIBLE POCKET FOR CARGO SHADE 
ATTACHMENT 
Kevin M. Patmore, Northville; Jeffrey A. Price, Lakeville, and 
Michael C. Trombley, Sterling Heights, all of Mich., assign- 
ors to Irvin Automotive Products, Inc., Auburn Hills, Mich. 
Filed Jul. 11, 1997, Appl. No. 890,687 
Int. Cl.’ A47H 1/00 

U.S. Cl. 160—24 10 Claims 
1. A cargo shade attachment for retaining a cargo shade in a 
cargo area of a vehicle, said shade having a non-compressible 

roller tube with end caps thereon, said attachment comprising: 
a pocket adapted to be connected to an interior panel in said 
1. An apparatus for producing a stack of expandable shade cargo area, said pocket including a housing portion having 
material comprising: housing side walls extending generally parallel to an axis of 
(a) a frame; said roller tube and having an end wall connecting said side 
(b) a carriage adapted to move along at least a portion of the walls at one end and a flange portion extending generally 


frame and draw individual sheets from a supply of strip perpendicular from said housing side walls at an opposite end, 
material; said flange portion being adapted to substantially conform to 
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and contact the interior panel in said cargo area such that said 
housing side walls are adapted to be received in an aperture in 
the interior panel in the cargo area, said pocket having oppos- 
ing pairs of guide slots; 

a plunger slidably mounted within said pocket, said plunger 
having a first surface adapted to engage one of the end caps 
on the roller tube, said plunger having pairs of guide pins each 
in engagement with said guide slots, one of said pairs of guide 
slots being longer than the other in order to allow pivotal 
movement of said plunger; and 

a biasing device for urging said plunger toward a centerline of 
said vehicle such that said plunger is adapted to exert a 
compressive force on said end cap thereby retaining said 
cargo shade. 





6,039,106 
DOOR WITH ARTICULATED CAM 
Christopher J. Gontarski, Sugar Hill; Steven D. Ogden, 
Lawrenceville, and John J. Gannon, Jr., Snellville, all of Ga., 
assignors to Albany International Corp., Albany, N.Y. 
Filed Jan. 9, 1998, Appl. No. 4,790 
Int. Cl.’ EO5D 15/16 


U.S. Cl. 160—201 17 Claims 


1. A door assembly including: 

a vertically traveling door, 

guide tracks adjacent to said vertically traveling door, said guide 
tracks being relative stationary, 

a body fixedly mounted on said vertically traveling door, said 
body including a vertical axis, 

an arm assembly pivotably mounted on said vertical axis, said 
arm assembly pivoting between a first position extending 
directly into said guide tracks and a second position disen- 
gaged from said guide tracks, and 
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means for inhibiting pivoting of said arm assembly from said 
first position below a threshold force. 





6,039,107 
VEHICLE WINDOW SHADE ASSEMBLY 
Michael L. Pittard, 11921 Fox Glen Rd., Charlotte, N.C. 28269 
Filed Feb. 12, 1999, Appl. No. 250,046 
Int. Cl.’ B6OJ 3/02 


U.S. Cl. 160—370.22 17 Claims 


1. A vehicle window shade assembly for protecting the interior 

of a vehicle from sun damage and excessive heat, comprising: 

(a) a flexible protective screen adapted for substantially covering 
a window of the vehicle; 

(b) an elongated roller carrying said screen and comprising an 
internal winding mechanism for automatically moving said 
screen from an extended in-use position to a retracted storage 
position around said roller; 

(c) mounting means for mounting said roller proximate a first 
edge of the vehicle window; 

(d) a pull cord attached to an end of said screen and adapted for 
extending from the first edge of the vehicle window to an 
opposing second edge of the vehicle window with the screen 
in the retracted storage position; and 

(e) a rearview mirror attachment clip adapted for being secured 
to a support arm of a rearview mirror mounted to the vehicle 
proximate the second edge of the vehicle window and includ- 
ing an enlarged opening having a dimension larger than a 
diameter of said pull cord for allowing sliding movement of 
said pull cord therethrough, and a narrowed opening having a 
dimension less than the diameter of said pull cord for friction- 
ally holding said pull cord in a fixed condition, whereby upon 
pulling a free end of said pull cord in a direction towards the 
first edge of the vehicle window, said pull cord slides through 
the enlarged opening of said attachment clip and said screen 
moves from the retracted storage position to the extended 
in-use position substantially covering the vehicle window, and 
upon moving said pull cord from the enlarged opening of said 
attachment clip to the narrowed opening of said attachment 
clip, said pull cords becomes secured in the fixed condition to 
hold said screen in the extended in-use position; and 

(f) said rearview mirror attachment clip further comprising an 
arm-receiving opening adapted for receiving the support arm 
of the rearview mirror. 
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6,039,108 
SLEEVE LUBRICATING METHOD AND SLEEVE 
LUBRICATING MECHANISM 

Takashi Hanano, and Hisataka Shibuya, both of Kobe, Japan, 

assignors to Hanano Corporation, Hyogo-ken, Japan 

Filed Oct. 21, 1997, Appl. No. 954,892 
Claims priority, application Japan, Sep. 22, 1997, 9-256579 
Int. Cl.’ B22D /7//2 


U.S. Cl. 164—72 6 Claims 
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1. A lubrication method for a molten metal feeding sleeve of a 
vertical shot casting machine, the method comprising the acts of: 
moving an attachment into a position in contact with and 
closing-off a molten metal feeding port opening of the sleeve 

to form a closed interior of the sleeve; 

suctioning air via an air passage extending through the attach- 
ment from the interior of the sleeve via the molten metal 
feeding port opening with a vacuum device; and 

discharging both powder lubricant and air from a nozzle extend- 
ing into the interior of the sleeve through the molten metal 
feeding port opening via a passage extending through the 
attachment to coat the interior of the sleeve with the powder 
lubricant. 

4. A lubricating system in a vertical shot casting machine, 

comprising: 

a molten metal feeding sleeve of the vertical shot casting 
machine, the feeding sleeve having a single molten metal 
feeding port opening; 

an attachment sized to contact and close-off the single molten 
metal feeding port opening to provide a closed interior within 
the feeding sleeve; 

a vacuum device having a passage extending through the attach- 
ment to suck air from the interior of the sleeve through the 
single molten metal feeding port opening; and 

a powder lubricant feeding device having a feed passage extend- 
ing through the attachment, a nozzle being arranged at one 
end of the feed passage, the nozzle protruding into the interior 
of the sleeve through the single molten metal feeding port 
opening; and 

wherein both powder lubricant and air are discharged through 
the nozzle into the interior of the sleeve. 





6,039,109 
AIR TO AIR HEAT AND MOISTURE RECOVERY 
VENTILATOR 

Catherine J. Chagnot, and Joseph Arden Crum, both of Ath- 
ens, Ohio, assignors to Stirling Technology, Inc., Athens, 
Ohio 

Filed Nov. 5, 1996, Appl. No. 743,306 
Int. Cl.’ F23L 15/02 

U.S. Cl. 165—8 33 Claims 

1. A ventilator comprising: 

a ventilator housing defining an exhaust air flow section and a 
fresh air flow section, said exhaust air flow section having an 
exhaust air inlet and an exhaust air outlet, and said fresh air 
flow section having a fresh air inlet and a fresh air outlet; 

a rotary wheel defining a central rotational axis extending from a 
first side of said rotary wheel to a second side of said rotary 
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wheel, said rotary wheel including a substantially circular rim 
having a first rim edge portion defining said first side of said 
rotary wheel, a second rim edge portion defining said second 
side of said rotary wheel, and a circumferential rim body 
extending between said first and second rim edge portions; 

an exchange media supported by said rotary wheel, said 
exchange media intersecting said exhaust air flow section and 
said fresh air flow section; 
rotary wheel mounting assembly coupled to said ventilator 
housing and comprising a first set of guide rollers in contact 
with said first rim edge portion and a second set of guide 
rollers in contact with said second rim edge portion; and 

a rotary wheel driving assembly comprising a drive roller in 
contact with one of said first and second rim edge portions. 





6,039,110 

HEAT STORE, ESPECIALLY LATENT HEAT STORE 
Roland Strahle, Unterensingen, Germany, assignor to Laen- 

gerer & Reich GmbH & Co., Filderstadt, Germany 
PCT No. PCT/DE94/00441, § 371 Date Jan. 22, 1996, § 102(e) 

Date Jan. 22, 1996, PCT Pub. No. WO95/03519, PCT Pub. 

Date Feb. 2, 1995 

PCT Filed Apr. 19, 1994, Appl. No. 586,894 

Claims priority, application Germany, Jul. 20, 1993, 43 24 

252 
Int. Cl.’ F28D /7/00 


U.S. Cl. 165—10 22 Claims 


oe 


1. A heat accumulator, comprising an interior envelope contain- 
ing an accumulator core; an exterior envelope surrounding said 
interior envelope at a distance therefrom so as to form an insulat- 
ing chamber; two lines extending through said insulating chamber 
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and including an inflow line and an outflow line for a heat 
conveying medium, each of said lines having a line section extend- 
ing in said insulating chamber, said line sections being formed of a 
metal having low heat conducting capability. 


6,039,111 
COOLING DEVICE BOILING AND CONDENSING 
REFRIGERANT 
Kiyoshi Kawaguchi, Toyota; Shigeru Kadota, Hekinan, and 
Kouji Kishita, Motosu-gun, all of Japan, assignors to Denso 
Corporation, Kariya, Japan 
Filed Feb. 16, 1998, Appl. No. 24,977 
Claims priority, application Japan, Feb. 14, 1997, 9-030406; 
Mar. 19, 1997, 9-066555; Mar. 19, 1997, 9-066728 
Int. Cl.’ F28D 15/02; HOSK 7/20 


U.S. Cl. 165—104.14 30 Claims 











1. A cooling device boiling and condensing refrigerant, said 

cooling device comprising: 
a case having an interior; 
a fluid partition member for partitioning said interior into a first 
fluid passage and a second fluid passage; 
a first heat exchanger in which the refrigerant flows, said first 
heat exchanger being disposed in said first fluid passage to 
perform heat exchange between the refrigerant and first fluid 
flowing through said first fluid passage; 
a second heat exchanger in which the refrigerant flows, said 
second heat exchanger being disposed in said second fluid 
passage to perform heat exchange between the refrigerant and 
second fluid flowing through said second fluid passage; 
a connection pipe for communicating said first heat exchanger 
and said second heat exchanger; 
a first blower unit, disposed in said first fluid passage, for 
blowing the first fluid into said first heat exchanger; and 
a second blower unit, disposed in said second fluid passage, for 
blowing the second fluid into said second heat exchanger, 
wherein: 
said first fluid passage has a first fluid-flowing portion 
between said first heat exchanger and said second heat 
exchanger; and 

said first heat exchanger and said second heat exchanger are 
disposed in such a manner that the first fluid from one side 
of said first heat exchanger flows into the other side of said 
first heat exchanger through said first fluid-flowing portion 
and further passes through said first heat exchanger from 
the other side toward the one side of said first heat 
exchanger. 

19. A cooling device boiling and condensing refrigerant, said 

cooling device comprising: 

a case having an interior; 

a fluid partition member for partitioning said interior into a first 
fluid passage and a second fluid passage; 
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a heat exchanger including: 

a first heat exchanger having a plurality of first pipes through 
which the refrigerant flows and a first tank for communi- 
cating said first pipes, said first heat exchanger being dis- 
posed in said first fluid passage to perform heat exchange 
between the refrigerant and first fluid flowing through said 
first fluid passage, said first heat exchanger having a plu- 
rality of first heat exchanger portions disposed in the flow 
direction of the first fluid to have a first arrangement; 

a second heat exchanger having a plurality of second pipes 
through which the refrigerant flows and a second tank for 
communicating said second pipes, said second heat 
exchanger being disposed in said second fluid passage to 
perform heat exchanger between the refrigerant and second 
fluid flowing through said second fluid passage, said second 
heat exchanger having a plurality of second heat exchanger 
portions disposed in the flow direction of the second fluid 
to have a second arrangement, said second heat exchanger 
portions have the same number as said first heat exchanger 
portions, said connection pipe having a plurality of connec- 
tion pipe portions, said connection pipe portions being 
connected to said first heat exchanger portions and said 
second heat exchanger portions in a cross shape, said first 
heat exchanger portions being disposed at a lower side of 
said second heat exchanger portions in such a manner that 
said first arrangement is opposite to said second arrange- 
ment; 

a first blower unit, disposed in said first fluid passage, for 
blowing the first fluid into said first heat exchanger; and 

a second blower unit, disposed in said second fluid passage, 
for blowing the second fluid into said second heat 
exchanger, wherein: 
said first heat exchanger and said second heat exchanger 

are disposed in such a manner that a flow direction of the 
first fluid passing through said first heat exchanger is in 
the same direction as a flow direction of the second fluid 
passing through said second heat exchanger. 





6,039,112 
PLATE-TYPE HEAT EXCHANGER AND METHOD OF 
MAKING SAME 

Wolfgang Ruppel, Bad Wildbad, and Guenther Schmaizried, 

Korb, both of Germany, assignors to Behr Industrietechnik 

GmbH & Co., Stuttgart, Germany 

Filed Mar. 2, 1998, Appl. No. 33,076 

Claims priority, application Germany, Mar. 8, 1997, 197 09 

601 
Int. Cl.’ F28F /3/12;13/06 


U.S. Cl. 165—109.1 16 Claims 


1. Plate-type heat exchanger, comprising: 

a plurality of plates which are arranged in parallel to one another 
and which form respective hollow chambers between one 
another, and said hollow chambers being free of deflection 
walls which define the overall pattern of flow between an inlet 
and an outlet, 
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corrugated metal turbulence sheets disposed in the hollow cham- 
bers for increasing the heat transfer and through which one of 
the respective media which participate in the heat transfer 
flows in an alternating manner, 

wherein the metal turbulence sheets are divided into respective 
sections with different alignments of the course of the corru- 
gations so that the one of the respective media encounters 
different flow resistances in said sections. 


6,039,113 
HEAT EXCHANGE CATALYTIC REACTOR 

Bernard John Crewdson, Thirsk, United Kingdom, assignor to 

Imperial Chemical Industries PLC, United Kingdom 
PCT No. PCT/GB96/02999, § 371 Date Jul. 9, 1998, § 102(e) 

Date Jul. 9, 1998, PCT Pub. No. WO97/25136, PCT Pub. 

Date Jul. 17, 1997 

PCT Filed Dec. 6, 1996, Appl. No. 101,369 

Claims priority, application United Kingdom, Jan. 9, 1996, 

9600350 
Int. Cl.’ BO1J 8/06 


U.S. Cl. 165—159 10 Claims 


1. A heat exchange catalytic reactor of the shell-and-tube type 
having: 

(a) a shell; 

(b) a tube fluid inlet region; 

(c) a tube fluid outlet region; 

(d) a plurality of tubes extending longitudinally through the shell 
from, and communicating with, said tube fluid inlet region to, 
and communicating with, said tube fluid outlet region; 

(e) a tube fluid inlet to said tube fluid inlet region; 

(f) a tube fluid outlet from said tube fluid outlet region; 

(g) baffles extending transversely across the shell dividing the 
shell between said tube fluid inlet and outlet regions into a 
plurality of heat exchange zones through which each tube 
passes, said plurality of heat exchange zones including at least 
a first, a second and a third heat exchange zone disposed such 
that the tubes pass through said first heat exchange zone, then 
through the second heat exchange zone and then through the 
third heat exchange zone; 

(h) a shell fluid inlet communicating with one of said plurality of 
heat exchange zones; 

(i) a shell fluid outlet communicating with another of said 
plurality of heat exchange zones; 

(j) shell fluid transfer passages connecting said plurality of heat 
exchange zones whereby said shell fluid can pass from said 
shell fluid inlet through said plurality of heat exchange zones 
to said shell fluid outlet and so disposed that the shell fluid 
passes through said second heat exchange zone before or after 
it has passed through both the first and third heat exchange 
zones, and 

(k) a particulate catalyst disposed in either said tubes or in said 
heat exchange zones. 

6. A catalytic heat exchange process which comprises passing a 
reactants stream through a catalyst bed in which a catalytic reac- 
tion involving said reactants stream takes place while heat is 
exchanged between said catalyst bed and a heat exchange medium 
that does not undergo a change of state under the prevailing 
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conditions, characterised in that the catalyst bed extends through at 
least a first, a second and a third heat exchange zone so that the 
reactants pass through the catalyst in the second heat exchange 
zone after passage through the catalyst in the first heat exchange 
zone and through the catalyst in the third heat exchange zone after 
passage through the catalyst in the second heat exchange zone and 
the heat exchange medium passes through said second heat 
exchange zone before or after it has passed through both of said 
first and third heat exchange zones. 


6,039,114 
COOLING BODY HAVING LUGS 
Klaus Becker, Gross-Gerau; Wolfgang Staiger, Stuttgart; Mat- 
thias Jung, and Peter Heinemeyer, both of Berlin, all of 
Germany, assignors to Daimler - Benz Aktiengesellschaft, 
Stuttgart, Germany 
PCT No. PCT/EP97/00002, § 371 Date Sep. 4, 1997, § 102(e) 
Date Sep. 4, 1997, PCT Pub. No. WO97/25741, PCT Pub. 
Date Jul. 17, 1997 
PCT Filed Jan. 2, 1997, Appl. No. 894,988 
Claims priority, application Germany, Jan. 4, 1996, 196 00 
164; Jan. 4, 1996, 196 00 166 
Int. Cl.’ F28F 3/12 


U.S. Cl. 165—170 22 Claims 
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1. A cylindrical cooling body comprising an upper part, a lower 
part and lugs that are attached with material-to-material bonding to 
at least one inside surface of the upper and lower parts, said lugs 
projecting into a cooling medium and being separated by channels, 
the cooling medium having an inlet and an outlet wherein: 

the ratio of the volume percent of said lugs to the volume 

percent of said channels is greater in a region of an imaginary, 
direct connecting line located between the cooling-medium 
outlet and the cooling-medium inlet than in the regions out- 
side the imaginary, direct connecting line whereby said lugs 
are distributed within a flow space of the cooling medium 
such that a uniform flow rate is achieved. 


6,039,115 
SAFETY COUPLING FOR ROTARY PUMP 

Robert A. R. Mills, Bragg Creek, Canada, assignor to Kudu 

Indutries, Inc., Canada 

Filed Mar. 28, 1998, Appl. No. 49,900 
Int. Cl.’ E21B 43/00; F16D 9/00 

U.S. Cl. 166—68.5 17 Claims 

1. A safety coupling for releasibly connecting a torque transmit- 
ting drive to a drive string which stores reactive torque due to 
elastic torsion of the shaft, the drive string normally being rotated 
in a forward direction by the torque transmitting drive, and back- 
spin of the drive string being caused by the release, upon interrup- 
tion of power to the torque transmitting drive, of the reactive 
torque stored in the drive string, the safety coupling comprising: 
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a rotatable driving member to be coupled with the torque trans- 
mitting drive; 

a driven member to be coupled with the drive string for rotation 
therewith; the driven member being axially slidable relative to 
the driving member between an engaged position, wherein the 
driven member is coupled to the driving member, and a 
disengaged position, wherein the driven member is freely 
rotatable relative to the driving member; 

torque transfer means for releasibly connecting the driven mem- 
ber to the driving member in torque transmitting relation with 
each other when the driven member is in the engaged posi- 
tion; 

biasing means for forcing the driven member into the disen- 
gaged position at a preselected biasing force; 

clutch actuating means for forcing the driven member into the 
engaged position against the biasing force of the biasing 
means, the actuating means being automatically deactivated 
when rotation of the shaft stops or upon back-spin of the shaft 
and automatically activated only upon forward rotation of the 
shaft; and 

auxiliary coupling means for transmitting a selected amount of 
torque from the driving member to the driven member when 
the shaft is at standstill and the driven member is in the 
disengaged position, the selected torque being sufficient to 
initiate forward rotation of the shaft from standstill and acti- 
vation of the clutch actuating means, but smaller than a torque 
required to build-up the elastic torsion in the shaft required to 
create a potentially hazardous back-spin of the shaft; 

whereby the driven member is allowed to freely rotate relative to 
the driving member during back-spin of the shaft to prevent 
back-spin of the torque transmitting drive during operation of 
the safety coupling. 





6,039,116 
OIL AND GAS PRODUCTION WITH PERIODIC GAS 
INJECTION 

Mark D. Stevenson, and Jerry L. Brady, both of Anchorage, 

AK., assignors to Atlantic Richfield Company, Los Angeles, 

Calif. 

Filed May 5, 1998, Appl. No. 73,215 
Int. Cl.’ E21B 43/00;43/38;43/40 

U.S. Cl. 166—263 13 Claims 

10. Apparatus for alternately producing oil and gas through a 
wellbore from a subterranean production zone and injecting gas 
into a subterranean injection zone within the same wellbore; said 
apparatus comprising: 

a string of tubing positioned within said wellbore and extending 
from said surface to a point substantially adjacent said injec- 
tion zone wherein an annulus is formed between said tubing 
and said wellbore; 

a separator positioned with said tubing near the lower end 
thereof and movable between a first position and a second 
position; 
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means for fluidly communicating said production zone with said 
separator when said separator is in said first position whereby 
said oil and gas from said production zone flows through said 
separator and to the surface; 

means for fluidly communicating said injection zone with said 
separator when said separator is in said second position 
whereby gas flowing from the surface flows through said 
separator and into said injection zone; 
mixer for mixing said gas flowing from the surface with a 
carrier fluid at the surface to form a mixture whereby a 
portion of said gas is separated from said mixture as it flows 
through said separator when said separator is in said second 
position; and 

means for returning the mixture of said carrier fluid and any 
unseparated gas to the surface. 





6,039,117 
DOWNHOLE WASH TOOL 
Manfred W. Mueller, Celle, Germany, assignor to Mobil Oil 
Corporation, Fairfax, Va. 
Filed Jun. 11, 1997, Appl. No. 873,361 
Int. Cl.’ E21B 37/00 


US. Cl. 166—312 13 Claims 





1. A downhole wash tool adapted to be lowered into a well 
tubular, said tool comprising: 
a housing adapted to be fluidly connected at a first end to a 
workstring; 
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a nozzle at a second end of said housing; 

diverter means on said housing movable between a retracted 
position against said housing and an extended position 
wherein said diverter means will contact said well tubular 
when said tool is in an operable position within said tubular; 

a retainer for normally maintaining said diverter means in said 
retracted position against said housing when said retainer is in 
a first position; and 

means for moving said retainer towards a second position 
whereby said diverter means are moved to said extended 
position. 


6,039,118 
WELLBORE TOOL MOVEMENT CONTROL AND 

METHOD OF CONTROLLING A WELLBORE TOOL 
Thurman B. Carter; Michael A. Luke, both of Houston, and 

John D. Roberts, Spring, all of Tex., assignors to 

Weatherford/Lamb, Inc., Houston, Tex. 

Filed May 1, 1997, Appl. No. 846,456 
Int. Cl.’ B21B /7/07;19/09 


U.S. Cl. 166—355 30 Claims 
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29. A method for controlling the motion of an item used in 
wellbore operations, the method comprising 

connecting a wellbore motion control apparatus between the 
item and a rig support for the item, the wellbore motion 
control apparatus comprising a housing with a top end, a 
bottom end, and a hollow interior having an interior volume 
with fluid therein, a mandrel having a top end and a bottom 
end, the mandrel mounted for movement in the housing, at 
least one fluid passage apparatus having a top end and a 
bottom end and disposable in the hollow interior of the 
housing, the at least one fluid passage apparatus having a fluid 
flow channel extending therethrough from the top end to the 
bottom end, and the at least one fluid passage apparatus 
secured to the mandrel while the at least one fluid passage 
apparatus is positioned within the hollow interior of the 
housing so that fluid in the hollow interior of the housing is 
flowable through the fluid flow channel from one end of the 
fluid passage apparatus to the other end of the fluid passage 
apparatus permitting movement of the fluid passage apparatus 
within the housing thereby controlling movement of the man- 
drel, and 

flowing the fluid in the hollow interior of the housing from a 
space below the at least one fluid passage apparatus, through 
the at least one fluid passage apparatus, to a space above the 
at least one fluid passage apparatus as the at least one fluid 
passage apparatus moves down in the housing thereby con- 
trollably moving the item down. 
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6,039,119 
COMPLETION SYSTEM 
Hans Paul Hopper, Hill House White Rashers, and Thomas G. 
Cassity, Tyronos Sandy Lane Cobham, both of United King- 
dom, assignors to Cooper Cameron Corporation, Houston, 
Tex. 

Continuation of application No. 08/204,397, filed as applica- 
tion No. PCT/US93/05246, May 28, 1993, Pat. No. 5,544,707. 
This application Jul. 12, 1996, Appl. No. 679,560. 

Claims priority, application European Pat. Off., Jun. 1, 1992, 
92305014 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ E21B 33/03 
37 Claims 
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1. A wellhead assembly for supporting tubing within a well for 
selective use with a blowout preventer having a BOP bore com- 
prising: 

a housing; 

a spool tree adapted for disposal below the blowout preventer 
and fixed and sealed to said housing, said spool tree having a 
wall with a central bore therethrough and a first lateral port 
connected to a valve, said central bore having an internal 
surface and adapted to form a common passageway with the 
BOP bore; 

a tubing hanger landed and sealed within said spool tree at a 
predetermined angular position at which a second lateral port 
in said tubing hanger is in alignment with said first lateral port 
in said spool tree, said tubing hanger supporting the tubing: 

at least one vertical bore in said tubing hanger being sealed 
above said second lateral port by a first closure member, and 
said internal surface of said central bore through said spool 
tree being sealed above said tubing hanger by a second 
closure member, said closure members being retrievable 
through the BOP bore; 

a workover port extending through said wall of said spool tree 
for selective fluid circulation with that portion of said com- 
mon passageway below the BOP bore and above said tubing 
hanger; and 

an annulus port extending through said wall of said spool tree 
for selective fluid circulation with an annulus around the 
tubing, said workover and annulus ports being interconnected 
via a flow passageway having at least one valve. 

9. A method for controlling fluid flow in a well comprising: 

suspending tubing from a tubing hanger; 

supporting and sealing the tubing hanger within the bore of a 
production member for selective disposal below a blowout 
preventer having a BOP bore; 

forming a common flow passageway between the BOP bore and 
a portion of the production member bore above the seals 
around the tubing hanger; 

extending a tubular member into the BOP bore, attaching the 
tubular member to the tubing hanger, and closing the blowout 
preventer therearound; 

forming a flowpath through the tubing and the tubular member, 
forming an annular area between the tubular member and the 
production member in the common flow passageway and 
forming an annulus around the tubing below the tubing 
hanger; 
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forming a production passageway from the flowpath, through a 
lateral port in the tubing hanger and through the wall of the 
production member; 

controlling flow through the production passageway by a pro- 
duction valve; 

forming an annulus passageway from the annulus and through 
the wall of the production member; 

controlling flow through the annulus passageway by an annulus 
valve; 

forming a workover passageway from the annular area and 
through the wall of the production member; 

controlling flow through the workover passageway; 

providing fluid communication between the workover passage- 
way and the annulus passageway; 

forming a crossover fluid passageway between the production 
passageway and annulus passageway; 

controlling flow through the crossover fluid passageway; and 

circulating fluid downhole using the flowpath, tubing annulus, 
annulus passageway, workover passageway, and annular area. 





6,039,120 
ADJUSTABLE ISOLATION SLEEVE 
Robert Lee Wilkins, and Peter Moles, both of Houston, Tex., 
assignors to Kvaerner Oilfield Products, Houston, Tex. 
Filed Dec. 31, 1997, Appl. No. 2,017 
Int. Cl.’ E21B 7//2 


US. Cl. 166—368 12 Claims 
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1. An apparatus comprising: 

an isolation sleeve having a first end, a second end and a 
longitudinal axis defined between said first end and said 
second end, said isolation sleeve having a generally tubular 
shape; 

an extension sleeve having a first end attached to the second end 
of the isolation sleeve to form an assembly comprising the 
isolation sleeve and the extension sleeve, a second end, and a 
longitudinal axis is that is coaxially aligned with the longitu- 
dinal axis of the isolation sleeve, said extension sleeve having 
a generally tubular shape; 

wherein the isolation sleeve has an outer surface defining an 
outer diameter and said extension sleeve has an inner surface 
defining an inner diameter, wherein said inner surface of said 
extension sleeve is sized to closely receive the second end of 
the isolation sleeve; 

wherein the outer surface of the isolation sleeve near the second 
end forms an annular wall portion facing the second end; 

wherein the inside surface of the extension sleeve forms a first 
annular shoulder portion facing the first end of the extension 
sleeve, said inside surface further defining threads therein 
positioned between the first end and the annular shoulder 
portion; 
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wherein the inside surface of the extension sleeve forms a 
second annular shoulder portion facing the first end, said 
second annular shoulder portion being positioned between the 
first annular shoulder portion and the second end of the 
extension sleeve; and wherein the outer surface of the isola- 
tion sleeve defines threads therein positioned between the 
annular wall portion and the first end for threadably engaging 
the threads on the extension sleeve, so that the assembly is 
adjustable in length between the first end of the isolation 
sleeve and the second end of the extension sleeve. 


6,039,121 
ENHANCED LIFT METHOD AND APPARATUS FOR THE 
PRODUCTION OF HYDROCARBONS 

Kenneth Edwin Kisman, Calgary, Canada, assignor to 

Rangewest Technologies Ltd., Calgary, Canada 

Provisional application No. 60/038,113, Feb. 20, 1997. This 

application Aug. 28, 1997, Appl. No. 919,534. 
Int. Cl.’ E21B 43/24 


U.S. Cl. 166—369 38 Claims 











1. Apparatus for producing fluid from a wellbore, the wellbore 
extending downwardly from a wellhead and into a hot subterra- 
nean formation and having completion intervals within the forma- 
tion for admitting fluid to the wellbore, the formation fluid con- 
taining water at temperatures above 100° C., and comprising a first 
passageway extending along the wellbore and having an upper 
outlet at the wellhead and a lower end blocked above the comple- 
tion intervals for containing a liquid pool therein, a second pas- 
sageway having bottom inlet open to the formation; and a third 
passageway extending along the first passageway and having a 
lower liquid inlet located in the liquid pool and an upper outlet at 
the top of the wellbore, comprising: 

(a) an upper port located in the second passageway and at an 
elevation intermediate along the wellbore for fluid communi- 
cation to the first passageway, the elevation of the port being 
higher than the elevation at which water in the rising forma- 
tion fluid begins to flash to steam; 

(b) thermal insulation positioned between the first and second 
passageways and extending substantially between the first 
passageway’s blocked lower end and the second passage- 
way’s port; 

(c) means for producing fluid from the first passageway’s upper 
outlet; and 

(d) means for producing fluid from the third passageway’s upper 
outlet for lifting liquid phase fluid from the liquid pool so that, 
when fluid is produced from the upper outlets of both the first 
and third passageways, formation fluid enters the second 
passageway’s bottom inlet and rises therethrough, the hydro- 
static head on the formation fluid falling as it rises, the 
contained water flashing and the fluids cooling, the cooled 
fluid flowing out of the second passageway’s port and into the 
first passageway where the cooled fluid separates into a sub- 
stantially gas-phase fluid which flows up the first passageway 
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for production from the first passageway’s upper outlet and a 
substantially liquid-phase fluid which flows down the first 
passageway into the liquid pool. 


6,039,122 
METHODS AND APPARATUS FOR AUTOMATICALLY 
LAUCHING STICKS OF VARIOUS MATERIALS INTO 
OIL AND GAS WELLS 
Leonel Gonzalez, Box 3351, Zapata, Tex. 78076 
Division of application No. 09/179,227, Oct. 26, 1998. This 
application Jul. 15, 1999, Appl. No. 354,514. 
Int. Cl.’ E21B 33/038;37/00 


U.S. Cl. 166—379 4 Claims 


1. A process for loading sticks of various materials into an 
automatic stick launcher of the type having a magazine rotatably 
mounted within a housing, the magazine having a plurality of stick 
chambers for holding the sticks prior to periodic release into an oil 
and gas well, the process comprising the steps of: 

(a) providing the stick launcher with a permanently enclosed 
housing top having an entry port aligned with only one stick 
chamber; 

(b) optionally, isolating the magazine from well pressure; 

(c) opening the entry port; 

(d) inserting one or more sticks into the aligned stick chamber; 

(e) rotating the stick chamber until one of the additional stick 
chambers becomes aligned with the entry port; 

(f) repeating steps (c) and (d) until the desired number of stick 
chambers are loaded; 

(g) closing the entry port; and 

(h) optionally, reestablishing well pressure to the magazine. 

3. An apparatus for loading sticks of various materials into an 
automatic stick launcher of the type having a magazine rotatably 
mounted within a housing, the magazine having a plurality of stick 
chambers for holding the sticks prior to periodic release into an oil 
and gas well, the apparatus comprising: 

a housing top, the housing top being permanently attached to the 
housing, the housing top having an entry port, the housing top 
entry port being positioned for sequential alignment with each 
of the stick chambers as the magazine is rotated, the housing 
top entry port being of sufficient width to allow the passage of 
one of the sticks; and 

means for providing access to the housing top entry port for 
opening and closing the housing top entry port. 


GENERAL AND MECHANICAL 


6,039,123 
ABOVE-GROUND FUEL STORAGE SYSTEM 
R. Michael Webb, 3108 Sherman Ave., Eau Claire, Wis. 54701 
Continuation of application No. 08/720,806, Oct. 1, 1996, 
which is a continuation-in-part of application No. 08/215,224, 
Mar. 21, 1994, Pat. No. 5,562,162, which is a continuation-in- 
part of application No. 08/194,751, Feb. 10, 1994, abandoned, 
which is a continuation of application No. 07/760,747, Sep. 
16, 1991, abandoned, which is a continuation-in-part of appli- 
cation No. 07/607,567, Nov. 1, 1990, Pat. No. 5,305,926, which 
is a continuation-in-part of application No. 07/332,462, Mar. 
30, 1989, Pat. No. 4,988,020. This application Feb. 27, 1998, 
Appl. No. 32,187. 
Int. Cl.’ A62C 2/00 


U.S. Cl. 169—45 5 Claims 


1. An improved aboveground system for storing a combustible 

fluid, comprising: 

a storage tank that is constructed and arranged to store a com- 
bustible fluid, said storage tank having a wall that has inner 
and outer surfaces; 

an outer tank surrounding said inner tank so as to provide 
secondary containment for the fluid that is stored in said 
storage tank, said outer tank having a wall that has inner and 
outer surfaces, wherein an interstitial space is defined between 
said inner surface of said outer tank and said outer surface of 
said storage tank; and 

a pipe for communicating with said storage tank, said pipe 
extending through said wall of said storage tank, into said 
interstitial space and through said interstitial space for a 
distance so as to extend substantially parallel to at least one of 
an adjacent wall of said outer tank and an adjacent wall of 
said storage tank, and then through said wall of said outer 
tank, whereby fluid may be supplied to or withdrawn from 
said storage tank. 


6,039,124 
ELECTRICAL DETECTOR ACTUATED MAGAZINE 
SPRINKLER (EDAMS) SYSTEM 

Howard L. Bowman, Ridgecrest, Calif.; Robert L. Darwin, 
Arlington, Va.; William M. Maraffio; Larry D. Sawyer, both 
of Ridgecrest, Calif.; Robert B. Williams, Alexandria, Va.; 
Frank E. Hudson, Muskegon, Mich.; Mary Hunstad, Manas- 
sas, Va., and Mark W. Decker, Ridgecrest, Calif., assignors to 
The United States of America as represented by the Secre- 
tary of the Navy, Washington, D.C. 

Filed Sep. 17, 1998, Appl. No. 162,459 
Int. Cl.” A62C 37/10 

U.S. Cl. 169—61 13 Claims 

11. A magazine fire protection system, comprising: 

a. detector means for sensing heat; 

b. means for digitizing output from said detector means; 

c. fire panel means for generating and communicating signals 
responsive to said detector means, so that said fire panel 
means is operatively coupled to said detector means; 

d. a sprinkler valve; 
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e. solenoid means for actuating said sprinkler valve, so that said 
solenoid means is operatively coupled to said fire panel means 
and said solenoid means mechanically interfaces with said 
sprinkler valve; 

f. a sprinkler, so that said sprinkler is in flow communication 
with said sprinkler valve; and 

. damage control means for generating display data, so that said 
damage control means is operatively coupled to said fire panel 
means, and wherein said damage control means comprises 
program means for generating real time temperature graphic 
display data corresponding to heat sensed by said detector 
means. 





6,039,125 
WALL TIE REINFORCEMENT AND METHOD 
Robert Ian Paterson, London, United Kingdom, and Patrick 
John Sweeney, Ontario, Canada, assignors to Helifix Lim- 
ited, London, United Kingdom 
Continuation-in-part of application No. 08/870,708, Jun. 6, 
1997, Pat. No. 5,772,375, which is a division of application 
No. 08/721,827, Sep. 27, 1996, Pat. No. 5,687,801, which is a 
continuation-in-part of application No. 08/491,358, Jun. 30, 
1995, Pat. No. 5,586,605, which is a continuation-in-part of 
application No. 08/204,465, Feb. 28, 1994, abandoned. This 
application Jun. 27, 1998, Appl. No. 105,922. 
Int. Cl.’ E21D 20/02 
2 Claims 


1. A reinforcing wall assembly for use with a wall having a 

softer outer portion than an inner portion, comprising, 

a helical main tie proportioned for penetrating the outer and 
inner wall portions to be secured, 

a helical auxiliary wedge tie with the same cross section as the 
main tie for subsequent insertion in adjacent relationship to 
the main tie to penetrate a softer outer area, 

the whole being proportioned and oriented so that the auxiliary 
tie will flankingly engage the main tie when both are driven 
into a wall at a job site. 
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6,039,126 
MULTI-USAGE ELECTRIC TOOL WITH ANGLE- 
CHANGEABLE GRIP 
An-Fu Hsieh, 5F, No. 79, Kuei-Hsin Rd., Pan-Chiao City, 
Taipei Hsien, Taiwan 
Filed May 15, 1998, Appl. No. 79,406 
Int. Cl.’ B25B 45/00;45/02 


U.S. Cl. 173—216 6 Claims 


1. A multi-usage electric tool with angle-changeable grip and a 

plurality of interchangeable tool heads, comprising: 

a grip, an upper end of the grip being disposed with a power 
socket for connecting with an external power source, a portion 
of the grip being formed as a stem, a lower end of the grip 
being formed with an inclined face; 

a main body, an upper end of the main body being formed with 
an inclined face corresponding to the inclined face of the grip, 
the main body being movably connected with the grip at a 
central portion, whereby the grip is rotatable relative to the 
main body to change an angle between the grip and the main 
body, a power motor being installed in the main body, a 
driving shaft of the motor extending out of the main body, and 
an engaging mechanism being disposed at a lower end of the 
main body; 

an electric tool head, a lower end of the tool head being 
replaceably connected with an electric tool, a power transmis- 
sion mechanism being received in the tool head, an upper end 
of the tool head being disposed with an engaging mechanism 
for assembling with or disassembling from the engaging 
mechanism of the main body, the power of the driving shaft 
being transmitted by the power transmission mechanism to 
the lower end of the tool head; and 

a removable locking ring that extends around an end of the main 
body to which the tool head is to be secured, 

wherein an outer periphery of the lower end of the main body 
includes a plurality of fixing blocks that extend radially out- 
wardly therefrom, each of said fixing blocks having an engag- 
ing surface that faces away from the tool head when the tool 
head is secured to the main body by the locking ring, 

wherein an inner wall of the locking ring includes fixing slope 
plates extending radially inwardly therefrom, a number of 
said fixing slope plates equaling a number of said fixing 
blocks and a lower side of each fixing slope plate that faces 
the tool head when the tool head is secured to the main body 
by the locking ring being formed with an inclined face, said 
inclined face being arranged to tightly engage an upper end 
face of a respective fixing block when said locking ring is 
fitted over the main body such that said fixing plates pass 
through gaps between said fixing blocks, and then are rotated 
to cause respective said inclined faces and engaging surfaces 
to engage each other, 

wherein said tool head has extending therefrom a plurality of 
clamp claws having outwardly extending projections, said 
clamp claws being positioned in said gaps between the fixing 
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blocks as the tool head is brought into engagement with the 
main body, and secured in the gaps upon rotation of the 
locking ring, 

wherein engagement of said inclined faces of the fixing plates 
and said engaging surfaces of the fixing blocks causes an end 
of the locking ring to press against said outwardly extending 
projections to secure the main body on the tool head, and 

wherein at least several clamp claws include radially extending 
stopper ribs that engage vertical sides of the fixing plates for 
preventing the locking ring from rotating beyond a position at 
which the tool head is secured to said main body. 


6,039,127 
ROCK DRILL 
Loren D. Myers, Marion, Pa., assignor to Loudon Enterprises, 
Inc., Mercersberg, Pa. 
Filed Mar. 13, 1998, Appl. No. 42,398 
Int. Cl.’ E21B /0/46 


U.S. Cl. 175—57 19 Claims 


1. A drill bit for drilling rock, comprising: 

an austempered ductile iron drill body having a cutting face, a 
plurality of openings formed in the drill body at the cutting 
face, and cutting inserts mounted in said openings with cut- 
ting end portions extending outwardly from the cutting face, 
wherein said drill body and said cutting face have substan- 
tially a same uniform hardness in a range from about 37 to 
about 50 on the Rockwell C scale. 

14. A method of drilling rock, comprising: 

(a) providing a drill bit having: a drill body having a uniform 
hardness in a range from about 37 to about 50 on the Rock- 
well C scale and made of austempered ductile iron having a 
connecting section defining a rotational axis and a cutting face 
with a plurality of cutting inserts, including gauge row inserts, 
embedded therein, the cutting face being rigid with the con- 
necting section, each cutting insert comprising a hard material 
body having a rear mounting portion embedded in the drill 
body and a cutting end portion protruding from the drill body; 
and 

(b) rotating the drill bit about the rotational axis such that the 
gauge row inserts define a diameter of a bore being drilled. 


6,039,128 
METHOD AND SYSTEM FOR OBTAINING CORE 
SAMPLES DURING THE WELL-DRILLING PHASE BY 
MAKING USE OF A CORING FLUID 

Siro Brunato, Castelfranco Veneto, Italy, assignor to Hydro 

Drilling International S.p.A., Alessandria, Italy 

Filed Jul. 23, 1997, Appl. No. 899,117 
Claims priority, application Italy, Jul. 26, 1996, MI96A1574 
Int. Cl.’ E21B 21/06 

U.S. Cl. 175—70 7 Claims 

4. A system for obtaining core samples taken during a drilling 
phase of a well, comprising: 


GENERAL AND MECHANICAL 











a rotating drill pipe; 

a drill bit disposed at an end of the drill pipe; 

a primary pump for circulating drilling mud through a circuit, 
the drill bit including nozzles through which the drilling mud 
flows; 

means for introducing a volume of colloidal, viscous matrix 
fluid into the circuit of drilling mud, wherein the matrix fluid 
encapsulates and protects cuttings and liquid contained in 
pore spaces and interstices thereof of the samples taken at the 
time of drilling for subsequent lifting thereof to the surface; 
and 

a first collecting tank for storing the matrix fluid; 

wherein the means for introducing the matrix fluid comprise a 
secondary pump which draws the matrix fluid from the first 
collecting tank and delivers a predetermined amount of the 
matrix fluid into the circuit of the drilling mud at predeter- 
mined intervals after the primary pump has been temporarily 


stopped. 


6,039,129 
LOCKING SYSTEM FOR A FIRING MECHANISM OF A 
DOWNHOLE TOOL 
Galvin Thomas McLeod, Bullcreek, Australia, assignor to DHT 
Technologies, Ltd., Australia 
PCT No. PCT/AU96/00537, § 371 Date Feb. 27, 1998, § 102(e) 
Date Feb. 27, 1998, PCT Pub. No. WO97/08426, PCT Pub. 
Date Mar. 6, 1997 
PCT Filed Aug. 27, 1996, Appl. No. 29,397 
Claims priority, application Austria, Aug. 28, 1995, PN5049/ 
95 
Int. Cl.’ E21B 10/66 


U.S. Cl. 175—258 20 Claims 


1. A locking system for selectively locking a linearly slidable 
sleeve to a main body of a tool, said tool adapted to travel within 
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a conduit, said locking system adapted to cooperate with an inner 
surface of a portion of said conduit and comprising: 
first and second contiguous recesses formed in said main body, 
said first recess being of greater depth than said second recess; 
an opening formed in or associated with said sleeve and locat- 
able over said first or second recess; and 
a locking member adapted for capture within said first recess 
and to extend through said opening for abutment with said 
inner surface, said locking member being movable between a 
first position in which said locking member resides in said 
first recess and locks said sleeve against sliding relative to 
said main body, and a second position in which said locking 
member can escape to said second recess to allow said sleeve 
to slide relative to said main body, said locking member being 
movable from said first position to said second position in 
response to a variation in configuration of said inner surface 
of said portion of said conduit. 





6,039,130 
SQUARE DRILL COLLAR FEATURING OFFSET MASS 
AND CUTTER 
Glen Pruet, 2301 Christine, Pampa, Tex. 79065-3032 
Filed Mar. 5, 1998, Appl. No. 35,215 
Int. Cl.’ E21B 17/00 


US. Cl. 175—320 20 Claims 








1. A drill collar comprising an elongate hollow tubular member 

having an internal bore for delivery of drilling fluid through said 
drill collar, and 

having an external profile having a flat surface, and 

having a cutting edge formed on an edge of a planar blade 
wherein a planar surface of said blade is attached to said flat 
surface at a selected location along the length of said drill 
collar, and 

wherein the mass of the drill collar is eccentered. 


6,039,131 

DIRECTIONAL DRIFT AND DRILL PDC DRILL BIT 
Timothy P. Beaton, Houston, Tex., assignor to Smith Interna- 

tional, Inc., Houston, Tex. 

Filed Aug. 25, 1997, Appl. No. 918,763 
Int. Cl.’ E21B 10/00 

U.S. Cl. 175—376 33 Claims 

1. A drill bit for drilling a hole having a diameter greater than a 
diameter of a smallest opening through which the drill bit can pass, 
the drill bit comprising: 

a bit body having an axis of rotation; 

a cutting surface at one end of the bit body having a geometric 
axis laterally offset from the axis of rotation, the cutting 
surface comprising a plurality of blades arranged at substan- 
tially the same axial position, wherein at least one of the 
blades has a greater radial extent from the axis of rotation 
than the other blades; and 
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a plurality of cutter elements affixed to the blades at selected 
positions along each blade. 


6,039,132 
STEERING CONTROL SYSTEM FOR TRACKED 
VEHICLE 
David Joseph Easton, Cedar Falls, Iowa, assignor to Deere & 
Company, Moline, Ill. 
Filed Apr. 1, 1998, Appl. No. 53,600 
Int. Cl.’ B62D 11/02 


U.S. Cl. 180—6.44 5 Claims 
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1. A steering control system for a tracked vehicle having an 
engine which drives a transmission which is coupled to a differen- 
tial track drive mechanism, the track drive mechanism having a 
steering motor which drives left and right tracks at a relative speed 
which is a function of the steering motor speed, an operator 
manipulated non-centered steering input member, the steering con- 
trol system controlling the speed of the steering motor in response 
to manipulation of the steering input member, and comprising: 

a motor speed sensor for sensing a speed of the steering motor; 

a vehicle speed sensor for sensing vehicle speed; 

a ratio value generator for generating a ratio value representing a 

ratio of the steering motor speed to the vehicle speed; and 

a speed limiter for preventing increases in steering motor speed 

if said ratio value is greater than a threshold. 
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6,039,133 
STEERING CONTROL SYSTEM FOR AN 
ARTICULATING WORK MACHINE HAVING A 
STEERING FLUID CYLINDER AND A FLUID-POWERED 
DIFFERENTIAL 
Joshua Zulu, Ave Jules Hardouin Mansart 18, 1410 Waterloo, 
Belgium 
Filed Nov. 17, 1997, Appl. No. 971,410 
Int. Cl.’ B62D ///00 


U.S. Cl. 180—6.64 15 Claims 





1. An articulating work machine, comprising: 

a frame assembly having a first frame structure and a second 
frame structure, wherein (i) said first frame structure supports 
a first axle assembly having a first set of wheels secured 
thereto, (ii) said first frame structure is pivotally secured to 
said second frame structure at a pivot point, (iii) said frame 
assembly is positionable between an articulated orientation 
and an aligned orientation; 

a fluid cylinder having a first end secured to said first frame 
structure and a second end secured to said second frame 
structure, wherein said fluid cylinder is positionable between 
an extended orientation and a neutral orientation; 

a fluid-powered differential secured to said second frame struc- 
ture, wherein (i) said fluid-powered differential includes a first 
half shaft and a second half shaft, (ii) said first half shaft and 
said second half shaft have a second set of wheels secured 
thereto, (iii) said fluid powered differential operates in either 
(A) a first differential mode of operation in which said fluid- 
powered differential causes said first half shaft to rotate at the 
same speed relative to said second half shaft, or (B) a second 
differential mode of operation in which said fluid-powered 
differential causes said first half shaft to rotate at a different 
speed relative to said second half shaft; 

a steering control circuit for controlling direction of travel of 
said articulating work machine, wherein (i) said steering con- 
trol circuit includes a processor, (ii) operating said steering 
control circuit in a first steering mode of operation causes said 
fluid cylinder to be positioned in said extended orientation 
and said fluid-powered differential to operate in said second 
differential mode of operation whereby said frame assembly is 
positioned in said articulated orientation, and (iii) operating 
said steering control circuit in a second steering mode of 
operation causes said fluid cylinder to be positioned in said 
neutral orientation and said fluid-powered differential to oper- 
ate in said first differential mode of operation whereby said 
frame assembly is positioned in said aligned orientation; and 

an articulated angle sensor which is operatively coupled to said 
pivot point and said steering control circuit such that said 
articulated angle sensor (i) can measure an actual angle of 
articulation between said first frame structure and said second 
frame structure and (ii) communicate data indicative of said 
actual angle of articulation to said processor of said steering 
control circuit. 


GENERAL AND MECHANICAL 


6,039,134 
MOTOR VEHICLE 
Moisey Batanist, 1200 Gravesand Neck Rd., Brooklyn, N.Y. 
11235 
Filed Oct. 17, 1997, Appl. No. 953,368 
Int. Cl.’ B60D 7/00; B62D 53/04;63/00 
U.S. Cl. 180—14.1 


: 11 6 10 16 . 


12 Claims 





i5 89 

1. A motor vehicle comprising a first vehicle having a vehicle 
body defining a first inner space and a first drive for driving said 
first vehicle; and a second vehicle having a second vehicle body 
defining a second inner space and having a second drive for 
driving said second vehicle, said vehicles being identical with one 
another, and means for connecting said vehicle with one another, 
said first and second vehicle bodies having openable and closeable 
parts Which close said first and second inners spaces of said first 
and second vehicles correspondingly and are formed such that said 
parts can be closed, said connecting means disconnected and said 
vehicles can be used separately, and also said parts can be opened 
so as to communicate said first inner space with said second inner 
space, said connecting parts connect said first and said second 
vehicle with one another, so that said first and second vehicles 
form a joint motor vehicle for joint driving. 





6,039,135 
MACHINE FOR TRANSPORT OF PASSENGERS AND 
CARGO 
J. Kirston Henderson, 1799 Ridgmar Bivd., Fort Worth, Tex. 
76116 
Provisional application No. 60/025,451, Sep. 5, 1996. This 
application Aug. 29, 1997, Appl. No. 921,180. 
Int. Cl.’ B60K //00 


U.S. Cl. 180—65.3 32 Claims 


a a 
a 


1. An electrically powered vehicle transportation system, com- 

prising: 

a guideway with parallel enclosed rails which extend longitudi- 
nally, each of the enclosed rails having a shroud for reducing 
entry of moisture into an interior portion of the enclosed rails 
due to weather, the shroud having an upright outer side wail, 
an upright inner side wall with a wheel engaging surface 
therebetween, and a top extending between the side walls over 
the wheel engaging surface; 

a downward facing slot extending longitudinally through each of 
the inner side walls; 

an electrical bus bar extending along one of the side walls of at 
least one of the enclosed rails; 
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a plurality of electrically powered vehicles, each having a pair of 
axles with a pair of wheels mounted to each end of each of the 
axles, wherein each of the ends of each of the axles is offset 
from an axis of rotation of a central portion of each of the 
axles, extends through one of the slots, and the wheels are 
located within the shrouds in engagement with the wheel 
engaging surface; and 

an electrical contact on the vehicle which electrically engages 
the electrical bus bar for delivering power to the vehicle. 





6,039,136 
FLOATATION COMPONENT FOR A SUSPENSION 
SYSTEM FOR A SNOWMOBILE 
Ronald C. Kanan, 917 E. Hyman, Aspen, Colo. 81611 
Filed Nov. 26, 1997, Appl. No. 979,753 
Int. Cl.’ B62M 27/00 


U.S. Cl. 180—182 17 Claims 


1. An improved suspension for a snowmobile, said suspension 

comprising: 

a. a first and second primary ski, said first and second primary 
ski supporting a front end of said snowmobile, said first and 
second primary ski being steerably connected to means for 
steering said snowmobile, said first and second skis having a 
first bottom horizontal plane which contacts the ground when 
said snowmobile is at rest; 

. a first strut operatively connected between a first chassis point 
of said snowmobile and said first primary ski; 

. a second strut operatively connected between a second chassis 
point of said snowmobile and said second primary ski; 

. a first and second auxiliary ski, said first auxiliary ski secured 
to said first strut of said first primary ski and said second 
auxiliary ski secured to said second strut of said second 
primary ski, said first and second auxiliary skis having a 
second bottom horizontal plane which is higher than said first 
horizontal plane such that said auxiliary skis do not contact 
the ground when said snowmobile is at rest on a flat surface. 





6,039,137 
MULTI-TERRAIN ELECTRIC MOTOR DRIVEN CYCLE 
Ely Schless, 3165 E. Main St., Ashland, Oreg. 97520 
Filed Feb. 10, 1998, Appl. No. 21,536 
Int. Cl.’ B62D 61/02 
U.S. Cl. 180—220 30 Claims 

1. A multi-terrain electric motor-driven cycle comprising: 

a) a monoplaner frame comprising a head tube, a seat tube 
having an upper end and a lower end, a front tube having an 
upper end and a lower end wherein the upper end is attached 
to the head tube, an upper crossbar assembly comprising a 
first crossbar and a second crossbar wherein the first crossbar 
is attached between the front tube and the seat tube and the 
second crossbar is attached to the first crossbar and the head 
tube, and a lower tube attached between the lower end of the 
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seat tube and the lower end of the front tube, wherein at the 

intersection of the front tube and the lower tube is located a 

means for attaching an electric motor, 

b) a front damping assembly comprising a bifurcated member 
having an upward extending steering tube that is rotatably 
inserted into said head tube, a right end and a left end wherein 
from each end extends downward a right and left damping 
tube having lower ends that form a front fork into which is 
inserted and attached a front wheel, 

c) a rear fork assembly comprising: 

(1) a right and a left bracket each having an outward rear 
wheel attachment slot into which is inserted and attached a 
rear wheel, 

(2) a right and a left linkage actuator arm each having a front 
end and a rear end, wherein the rear end is attached to the 
respective right and left bracket, 

(3) a lower right and a lower left fork member each having a 
front end and a rear end, wherein the front end is attached 
to the respective intersection of said seat tube and said 
lower tube and wherein the rear end is attached respectively 
to the right and left brackets, and 

d) a rear damping assembly attached between the right and left 
linkage actuator arms and the first crossbar of the upper 
crossbar assembly, 

e) a right and left battery housing each dimensioned to be 
attached by an attachment means ot the front tube and the seat 
tube, 

f) a cycle drive assembly, 

g) a braking system comprising a front brake assembly and a 
rear brake assembly, 

h) a right and a left foot peg each laterally attached by an 
attachment means to the respective right and left sides of the 
lower tube, 

i) a centerstand swivelly attached to the lower tube, and 

j) an electrical power control circuit having means for control- 
ling the power applied to said electric motor which in turn 
controls the speed of said cycle. 





6,039,138 

FOUR-WHEEL DRIVE VEHICLE WITH FREE WHEELS 
Takashi Sugimoto, and Kazuhiro Honaga, both of Shizuoka- 

ken, Japan, assignors to Suzuki Motor Corporation, 

Shizuoka-ken, Japan 

Filed Mar. 19, 1998, Appl. No. 44,465 
Claims priority, application Japan, Mar. 31, 1997, 9-096743 
Int. Cl.’ B6OK 17/344 

U.S. Cl. 180—245 12 Claims 

1. In a four-wheel drive vehicle with free wheels including a 
transfer case having a switching mechanism for switch-over 
between two-wheel drive and four-wheel drive, and a free wheel 
hub mechanism for making each of drive-side wheels free by an 
intake pipe negative pressure in a two-wheel drive condition of 
said transfer is disposed between each of said drive-side wheels 
and a drive-side axle, said free wheel hub mechanism including a 
plurality of sealing members for maintaining a negative pressure 
path in a hermetically sealed condition, the improvement compris- 
ing a negative pressure introducing passage for introducing the 
intake pipe negative pressure into said free wheel hub mechanism 
and a negative pressure change-over valve for opening and closing 
said negative pressure introducing passage and for causing said 
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negative pressure introducing passage to be open to the atmo- 
sphere, and a timer means to operate said negative pressure 
change-over valve in such a manner that said negative pressure 
introducing passage is opened to the atmosphere after the lapse of 
a certain time from when said transfer case switches over to two- 
or four-wheel drive until when the intake pipe negative pressure 
becomes constant, and said timer means operates said negative 
pressure change-over valve in such a manner that said negative 
pressure introducing passage is opened to the atmosphere when the 
condition of a certain level or higher intake pipe negative pressure 
has continued a certain period of time after turning on a vacuum 
switch provided in said negative pressure introducing passage. 


6,039,139 
METHOD AND SYSTEM FOR OPTIMIZING COMFORT 
OF AN OCCUPANT 
David S. Breed, Boonton Township, Morris County, N.J.; Wil- 
bur E. Duvall, Kimberling City, Mo., and Wendell C. 
Johnson, San Diego, Calif., assignors to Automotive Tech- 
nologies International, Inc., Denville, N.J. 
Continuation-in-part of application No. 08/905,876, Aug. 4, 
1997, Pat. No. 5,848,802, which is a continuation of applica- 
tion No. 08/505,036, Jul. 21, 1995, Pat. No. 5,653,462, which is 
a continuation-in-part of application No. 08/640,068, Apr. 30, 
1996, Pat. No. 5,892,782, which is a continuation-in-part of 
application No. 08/239,978, May 9, 1994, abandoned, which is 
a continuation-in-part of application No. 08/040,978, Mar. 31, 
1993, abandoned, which is a continuation-in-part of applica- 
tion No. 07/878,571, May 5, 1992, abandoned. This applica- 
tion Mar. 25, 1998, Appl. No. 47,703. 
Int. Cl.’ B60D //28 


U.S. Cl. 180—271 25 Claims 





1. In a motor vehicle having an interior passenger compartment 
receivable of an occupant, a windshield and a rear view mirror, a 
system for optimizing the comfort of the occupant comprising: 
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first determining means for determining the direction of a both- 
ersome stimulus; 

second determining means for determining the location of the 
sensory organ of the occupant receptive to the stimulus and, 

activation means coupled to said first and second determining 
means responsive to the determined direction of the stimulus 
and the determined location of the sensory organ of the 
occupant receptive to the stimulus for automatically activating 
a countereffect to the stimulus in order to diminish the effect 
of the stimulus on the sensory organ of the occupant. 





6,039,140 
THEFT PREVENTION ATTACHMENT SYSTEM 
Robert Painter, W 237 S. 7735 Westwood Dr., Big Bend, Wis. 
53103 
Filed Sep. 1, 1998, Appl. No. 144,937 
Int. Cl.’ B6OR 25/00 
U.S. Cl. 180—287 


1. An anti-theft attachment system for deterring the theft of 

automobile airbags, the system comprising: 

at least one securement fitting affixed to an airbag; 

a supporting member for said airbag, said supporting member 
containing at least one re-entrant opening having a partially 
enclosed end defining an aperture of reduced diameter; 

an airbag locking structure including a connecting member 
having a first end arranged for securement with said fitting 
and a keyed headed end arranged to receive a keyed mounting 
tool, and a tamper-deterring, hollow retainer arranged to be 
seated in the re-entrant opening of said airbag support, said 
retainer having an open end portion and an apertured bottom 
end portion in axial alignment with the reduced diameter 
aperture of said airbag supporting member each arranged to 
receive and retain the headed end of said connecting member; 
and 

a cover arranged to enclose the open end of said retainer. 





6,039,141 
MOVING OPERATOR AND DISPLAY UNIT 
Thomas M. Denny, Lemont, IIl., assignor to Case Corporation, 
Racine, Wis. 
Filed Feb. 23, 1998, Appl. No. 27,538 
Int. Cl.’ B60K 26/00 
U.S. Cl. 180—329 


31. An operator station for a vehicle, the station comprising: 
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an operator seat upon which an operator of the vehicle can be 
seated; 

a support attached to the seat and attachable to the vehicle to 
permit movement of the seat relative to the vehicle; and 

an electronic display supported by the support for movement 
with the seat, wherein the display is configured to generate 
images thereon for viewing by an operator located on the seat. 





6,039,142 
OPERATING ELEMENT ARRANGEMENT WITH 

ARTICULATED ARCUATE OPERATING ELEMENT FOR 

CONTROLLING MOTOR VEHICLE LONGITUDINAL 

AND TRANSVERSE MOVEMENT 

Lutz Eckstein, Stuttgart, and Werner Reichelt, Esslingen, both 

of Germany, assignors to DaimlerChrysler AG, Germany 

Filed Jun. 26, 1997, Appl. No. 883,502 

Claims priority, application Germany, Jun. 26, 1996, 196 25 

498 
Int. Cl.’ B60K 26/00 


U.S. Cl. 180—333 6 Claims 


1. Motor vehicle having an operating arrangement for control- 
ling longitudinal and transverse movement of the motor vehicle, 
the operating arrangement comprising a single arcuate operating 
element articulateably arranged in a lower region of a driver’s seat 
pivotally about a transverse control axis perpendicular to a vehicle 
transverse direction and configured to control the transverse move- 
ment, and configured to be moveable in a longitudinal vehicle 
direction to control the longitudinal longitudinal movement, 
wherein the element extends from the seat region upwards, on at 
least one side of the driver’s seat, laterally past a seat cushion of 
the driver’s seat and terminates in an end handle. 





6,039,143 
STEERABLE DRIVE AXLE WITH ELECTRICALLY- 
POWERED STEERING APPARATUS 
Stanley John Kielar, Saginaw; Kenneth Lee Westercamp, 

Frankenmuth, and Chad David Bauer, Hemlock, all of 

Mich., assignors to General Motors Corporation, Detroit, 

Mich. 

Filed Jun. 2, 1997, Appl. No. 867,643 
Int. Cl.’ B62D 5/04 
U.S. Cl. 180—412 9 Claims 

1. A steerable drive axle for a motor vehicle comprising: 

a rigid tubular housing, 

an expanded chamber in said rigid tubular housing for a differ- 
ential gear set having an open side for affording access to said 
differential gear set, 

a pair of steering knuckles supported on said rigid tubular 
housing at respective ones of a pair of opposite ends thereof 
for pivotal movement about respective ones of a pair of 
steering axes of said rigid tubular housing, 

a differential cover rigidly attached to said rigid tubular housing 
over said open side of said expanded chamber, 

a rack bar passage in said differential cover, 
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a rack bar having a rack gear thereon supported in said rack bar 
passage for back and forth linear translation in the length 
direction of said rack bar passage, 

a linkage means between said rack bar and each of said pair of 
steering knuckles operative in response to linear translation of 
said rack bar in said rack bar passage to pivot said steering 
knuckles in unison about corresponding ones of said pair of 
steering axes, 

a pinion head having a pinion gear thereon, 

an electric motor having a rotatable output shaft, 

a speed reducer means, and 

means operative to support each of said pinion head and said 
electric motor and said speed reducer means on said differen- 
tial cover with said pinion gear meshing with said rack gear 
so that rotation of said pinion head induces linear translation 
of said rack bar and with said speed reducer means connected 
to each of said pinion head and said output shaft of said 
electric motor for transferring output torque of said electric 
motor to said pinion head. 


6,039,144 
APPARATUS AND METHOD FOR PRODUCING A 
DESIRED RETURN TORQUE IN A VEHICLE POWER 
STEERING SYSTEM HAVING A ROTATIONAL 
STEERING POSITION SENSOR 
Ashok Chandy, Fenton; Kathryn Lynn Pattok, Saginaw, and 
Deepak Chhaya, Canton, all of Mich., assignors to General 
Motors Corporation, Detroit, Mich. 
Filed Jun. 24, 1998, Appl. No. 103,602 
Int. Cl.’ B62D 5/04 
U.S. Cl. 180—446 18 Claims 
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1. A method for producing a desired return torque in a vehicle 
power steering system having a steering position varying through a 
total range about a center position, the vehicle power steering 
system having a steering shaft with an actuator coupled thereto for 
the provision of return torque and a rotational position sensor 
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providing an output signal varying between a minimum value and 
a maximum value with consecutive rotations of the steering shaft 
through a rollover angle, whereby rollover transitions are gener- 
ated between such consecutive rotations, the total range of the 
steering position being greater than a single rollover angle so that 
each output of the rotational position sensor indicates a plurality of 
potential steering positions separated from each other by integer 
multiples of the rollover angle, the method comprising: 
upon initiation of vehicle operation, initially choosing an unad- 
justed steering position from the plurality of potential steering 
positions corresponding to a sensed initial output of the rota- 
tional position sensor, and thereafter updating the unadjusted 
steering position in response to output changes of the rota- 
tional position sensor, including compensation for sensed 
rollover transitions, so that the unadjusted steering position 
varies continuously over the total range of the steering posi- 
tion; 
for a predetermined range of vehicle velocities above and 
including a minimum vehicle velocity, and for a two dimen- 
sional range of possible vehicle steering operating points 
defined by total steering torque and steering position, storing 
data defining a first region of likely vehicle steering system 
operating points, a second region of unlikely steering system 
operating points indicating a revolution offset in a first direc- 
tion, and a third region of unlikely steering system operating 
points indicating a revolution offset in an opposite direction; 
until vehicle velocity first equals the minimum vehicle velocity, 
providing a first return torque command to the actuator to 
produce a predetermined first return torque; 
when vehicle velocity equals the minimum vehicle velocity for 
at least a predetermined time, deriving a vehicle steering 
operating point from a sensed total steering torque, the 
updated unadjusted steering position and a revolution offset, 
comparing the derived vehicle steering operating point with 
the stored data and updating the revolution offset by a step 
equal to the rollover angle if the derived vehicle steering 
system operating point is within the second stored region or 
the third stored region of steering system operating points; 
and 
after the revolution offset is updated, deriving a second return 
torque command from the updated unadjusted steering posi- 
tion and updated revolution offset and providing the second 
return torque command to the actuator to produce a second 
return torque. 





6,039,145 
DIAPHRAGM-EDGE INTEGRAL MOLDINGS FOR 
SPEAKERS, ACOUSTIC TRANSDUCERS COMPRISING 
SAME AND METHOD FOR FABRICATING SAME 


Takashi Ogura, Osaka, and Kousaku Murata, Kobe, both of 


Japan, assignors to Matsushita Electric Industial Co., Ltd., 
Osaka, Japan 
Division of application No. 08/266,924, Jun. 28, 1994, Pat. No. 
5,744,761. This application Dec. 30, 1997, Appl. No. 922. 
Claims priority, application Japan, Jun. 28, 1993, 5-156676; 
Jun. 27, 1994, 6-143716 
Int. Cl.’ G10K /3/00 


U.S. Cl. 181—167 14 Claims 
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1. A diaphragm for speakers which comprises a self-supporting, 
shaped body including a tightly woven synthetic polymer fiber 
cloth substrate which has, at least, a diaphragm portion and an 
edge portion shaped integrally with and extending from said dia- 
phragm portion wherein said diaphragm portion and said edge 
portion have a thermoplastic polymer resin at least partially 
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impregnated thereto in different amounts, respectively, so that said 
edge portion is lower in stiffness than said diaphragm portion, said 
thermoplastic resin is present in said edge portion in an amount of 
5 to 20 g/m? and in said diaphragm portion in an amount of 15 to 
50 g/m? provided that said edge portion has a resin content less 
than said diaphragm portion. 


6,039,146 
METHOD OF MANUFACTURING SPEAKER 
DIAPHRAGM 

Hong J Byun; Jun W Lim, and Hwi C Park, all of Yangsan, 

Rep. of Korea, assignors to LG Foster Ltd., Yangsan, Rep. of 

Korea 

Filed Nov. 6, 1998, Appl. No. 187,417 

Claims priority, application Rep. of Korea, Nov. 6, 1997, 

97-58341 
Int. Cl.’ HO4R 7/00 


U.S. Cl. 181—169 4 Claims 


1. A method for manufacturing a speaker diaphragm comprising 
the steps of: 

forming a plurality of virtual concentric circles between a cen- 
tral point of a circle having a predetermined size and a 
circumference thereof; 

dividing said each concentric circle with a predetermined angle, 
marking divided points on the circumference of each concen- 
tric circle and arranging a plurality of yarns from a point on 
the circumference of said circle to another point thereof to 
come in tangential contact with said divided points, thereby 
forming a pseudo-textile fabric; 

thermosetting said pseudo-textile fabric; and 

stopping up gaps formed on said pseudo-textile fabric using a 
resin, a film or a sheet. 





6,059,147 
MOBILE LADDER STAND 

Donald G. Gillis, Prospect Heights, and Daniel Johnson, Free- 
port, both of Ill., assignors te TNT Steel Industries, Inc., 
Freeport, Ill. 

Filed Sep. 1, 1993, Appl. No. 115,881 
: Int. Cl.’ E06C 5/00 

U.S. Cl. 182—15 11 Claims 

1. A ladder stand comprising: 

(a) a base having a front and rear and at least two side beams 
and a rear beam mounted to said side beams at the rear of said 
base; 

(b) said base further comprising front connecting means for 
connecting said side beams at the front of said base; 

(c) a plurality of stair treads extending upward from the front of 
said base and means secured to said base for supporting said 
stair treads; 

(d) a first wheel set mounted at the front of said base, and a 
second wheel set mounted on said base approximately mid- 
way between the front and rear thereof, wherein said first 
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wheel set is rotatable in all directions in the plane of said base 
and the second wheel set is locked in position so that it may 
roll only in the longitudinal direction of said base, such that 
said ladder stand may be moved in a direction longitudinal to 
said base and rotated about said second wheel set; 

(e) first support means mounted at the rear of said base, and a 
second support means mounted on the front of said base; 

(f) said ladder stand having an activated position wherein said 
first and second wheel set support said base to enable said 
ladder stand to be moved; 

(g) said ladder stand having a deactivated position wherein said 
first and second support means support said base to prevent 
said ladder stand from being rolled; and_, 

(h) means for moving said ladder stand from said deactivated 
position to said activated position. 





6,039,148 
MECHANIZED SCAFFOLD 
James M. Riegel, R.R. 2 P.O. Box 42, Linn, Mo. 65051 
Filed Dec. 24, 1998, Appl. No. 220,936 
Int. Cl.’ E04G 3/16 


U.S. Cl. 182—16 9 Claims 


1. A scaffold device comprising, in combination: 

a frame including four stanchions, an upper peripheral railing 
with a rectangular configuration defined by a pair of elongated 
side bars and a pair of short end bars defining four corners 
fixedly Coupled to top ends of the stanchions, a pair of cross 
brace assemblies each including a pair of cross bars having 
bottom ends coupled to bottom ends of the stanchions and top 
ends mounted to the stanchions between a central extent 
thereof and top ends thereof such that the cross bars of each 
cross brace assembly intersect and remain in a plane in which 
one of the elongated side bars of the peripheral railing resides, 
a plurality of vertically spaced horizontal end braces coupled 
between the stanchions in perpendicular relatioaship therewith 
and residing in a place in which one of the short end bars of 
the peripheral railing resides, and a planar rectangular plat- 
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form mounted to the stanchions level with the top ends of the 
cross bars of the cross brace assemblies; 

plurality of drive units each includling a housing with a 
rectangular configuration having a first end pivotally coupled 
to the bottom end of one of the stanchions of the frame such 
that the same resides within an interior space thereof, a 
disk-shaped wheel rotatably mounted between tabs extending 
downwardly front side faces of the housing adjacent a second 
end thereof wherein the wheel extends downwardly through a 
lower opening in the housing, a drive motor mounted to a top 
face of the housing at the second end thereof with a first rotor 
in abutment with a peripheral side of the disk-shaped wheel 
for rotating the same about an axis of rotation thereof upon 
actuation, a gear fixedly couple on the bottom end of one of 
the stanchions and extending within the interior space of the 
housing, a turn motor mounted within the housing at the first 
end thereof with a second rotor in communication with the 
gear for rotating the housing about an axis of the associated 
stanchion upon the actuation thereof; 

a control power case having a rectangular configuration and 
mounted on a bottommost one of the end braces and including 
a battery positioned therein for powering purposes, a charger 
positioned therein and connected to the battery with a plug for 
connecting with an alternating current source for receiving 
power therefrom and transmitting the same to the battery for 
recharging purposes, and a wheel controller connected 
between the drive motor, the turn motor and the battery for 
actuating the motors upon the receipt of activation signals; 

a wheel control assembly including a post coupled to an end of 
the platform and extending upwardly therefrom and a steering 
wheel mounted on the post and connected to the wheel 
controller for transmitting the activation signals thereto, 
wherein the steering wheel coupled to a top portion of the 
frame, the wheel control assembly further comprising a pair 
of levers being pivotally coupled to the steering wheel, each 
of the levers having a semi-circular outboard portion and a 


linear portion, each of levers being for transmitting activation 
signals to the drive units of a corresponding side of the frame; 
and 

a toggle control assembly including a panel mounted on the 
frame with a plurality of toggle switches and adjacent sensors 
mounted thereon and connected to the wheel controller for 
transmitting the activation signals thereto. 





6,039,149 
COLLAPSIBLE STEP STOOL WITH STEP MOVEMENT 
GUIDE SYSTEM 
Abdelkrim Bedja; Gregory C. Moser, and Raymond P. King, 
all of Columbus, Ind., assignors to Cosco Management, Inc., 
Wilmington, Del. 
Provisional application No. 60/060,025, Sep. 25, 1997. This 
application Sep. 25, 1998, Appl. No. 161,186. 
Int. Cl.’ E06C 1/38 


U.S. Cl. 182—20 29 Claims 


1. A step stool comprising 
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a frame including a front frame member having a bottom end base member being pivotable about the pivot axis for adjust- 


and a rear frame member having a bottom end, the front and 
rear frame members being coupled together for movement 
between an opened position in which a bottom end of the 
front frame member is spaced apart from the bottom end of 
the rear frame member and a collapsed position in which the 
bottom ends of the front and rear frame members are posi- 
tioned to lie adjacent to one another, 

a step being pivotably coupled to the front frame member for 
movement between a use position in which the step is ori- 
ented at a first angle relative to the front frame member and a 
storage position in which the step is oriented at a second angle 
relative to the front frame member, and 

a guide unit coupled to the step, the guide unit including a 
generally S-shaped guide track and a follower coupled to the 
rear frame member to engage the guide track, the follower 
being moved along the guide track in curvilinear fashion 
following the S-shape as the rear frame member moves along 
the front frame member, and movement of the follower rela- 
tive to the guide track moves the step between the use and 


ment of its direction of elongation so that the said direction 
can be made to extend at least approximately parallel to the 
fastener engagement area; 

each guard rail assembly member also comprises an elongated 
guard rail support member having a corresponding direction 
of elongation and connected to the base member so as to 
extend above the guarded surface with the directions of elon- 
gation of the elongated base member and the guard rail 
support member in the same flat plane perpendicular to the 
guarded surface, the guard rail support member having at least 
one guard rail retainer member receiving a respective horizon- 
tally extending guard rail to retain it at a required distance 
above the guarded surface; and 

each guard rail assembly member further comprises two wall 
surface engaging members on the base member, both spaced 
from the pivot axis on opposite sides thereof and engaging 
respective correspondingly spaced engagement areas of the 
same selected structure surface, to thereby maintain the direc- 
tion of elongation of the base member parallel to the fastener 


storage positions. engagement area; 
wherein: 
the last-mentioned spaced engagement areas also constitute 
respective spaced pivot areas about which the base member is 
urged to pivot when it is subjected to a force acting respec- 
6,039,150 tively outward away from or inward toward the wall surface; 
BUILDING GUARD RAIL SCAFFOLD ASSEMBLY whesein: 

Theodore R. Palmer, Unit #5 10 Pinelands Ave., Stoney Creek, an outward acting force applied to a guard rail urges the base 
Ontario, Canada, L8E 3A5 os member for pivoting movement at the corresponding pivot 
Continuation-in-part of application No. 08/433,064, May 3, area away from the selected structure surface, thereby produc- 
1995, abandoned. This application Apr. 22, 1997, Appl. No. ing a corresponding pivoting force moment at the respective 

ae ay can. 02 pivot area, and an inward acting force urges the base member 
; TT . , for pivoting movement at the other corresponding pivot area 
U.S. Cl. 182—113 23 Claims away from the selected structure surface, thereby producing a 
corresponding pivoting force moment at the respective pivot 
area; 
and wherein: 
the force that is applied to the pivotal separable connector as the 
result of an inward or an outward force is thereby applied 
thereto as a maximum of tension force acting outward at least 
approximately perpendicularly to the fastener engagement 
area and as a minimum of peeling force acting parallel to the 
fastener engagement area. 


6,039,151 
BACKUP APPARATUS FOR A HYDRAULIC ELEVATOR 
BRAKE CONTROL 
Cary J. Ringel, Great Neck, N.Y., and James L. Murphy, 
1. A guard rail scaffold assembly mounted around an above Keener Ill., assignors to Inventio AG, Hergiswil NW, 
sound suture surface 1 be guarded by the asembly 0 5 © peiinal application No OMGA3, Ap. 25, 1997 This 
fron ; application Apr. 20, 1998, Appl. No. 63,614. 
‘ Int. Cl.’ HO4B /3/0] 


wherein: — a 
the scaffold assembly comprises a plurality of transversely US. Cl. 187—207 6 Cites 


spaced vertically extending guard rail assembly members, a 
plurality of elongated horizontally extending guard rails each 
extending between and supported by a respective pair of 
immediately adjacent guard rail assembly members, and a 
plurality of fastener pads, one for each guard rail assembly 
member, each fastener pad comprising a respective pad sepa- 
rable connector part and being fastened to a fastener engage- 
ment area of a surface of the structure selected from a wall 
surface thereof and the guarded surface; 
wherein: 
each guard rail assembly member comprises an elongated base 
member comprising a base member separable connector part 
cooperatively engaged with a respective pad separable con- 
nector part to form therewith a pivotable separable connector 
having a pivot axis that extends horizontal and parallel to the 
selected structure surface, and about which pivot axis the base 1. A brake controller circuit for a braking device on a hydraulic 
member is pivotable relative to the guarded surface when the elevator drive piston carrying an elevator car or a cable pulley, the 
scaffold assembly is installed around the guarded surface, the braking device including a pair of brake arms for engaging and 
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preventing movement of the hydraulic elevator drive piston, the 
drive piston being guided in a hydraulic elevator drive cylinder and 
acted upon by pressured fluid in the drive cylinder, the brake arms 
being rotatably mounted on the drive cylinder and moved by a 
brake drive actuated by the pressured fluid, the brake controller 
circuit comprising: 

an input means for connection to a source of electrical power; 

a normally open switch means and a coil connected in series 
with said input means; 

a brake control connected to said switch means for closing said 
switch means in response to an actuation signal to provide 
current flow in said coil from a power supply connected to 
said input means thereby actuating a brake drive to move 
brake arms into engagement with a hydraulic elevator drive 
piston; 

a buffer battery connected to said input means for receiving 
charging current from the power supply connected to said 
input means and for providing said current flow in said coil to 
actuate the brake drive in the absence of the power supply; 
and 

a capacitor connected to said input means for receiving charging 
current from the power supply connected to said input means 
and for providing said current flow in said coil to actuate the 
brake drive in the absence of both the power supply and said 
buffer battery. 





6,039,152 
ELEVATOR SYSTEM WITH CONTROLLER LOCATED 
UNDER ELEVATOR LANDING 


Karl-Friedrich Schéps, and Wolfgang Warzecha, both of Ber- 
lin, Germany, assignors to Otis Elevator Company, Farming- 
ton, Conn. 

Filed Oct. 30, 1998, Appl. No. 183,696 
Int. Cl.’ B66B 1/00 


US. Cl. 187—414 13 Claims 





1. An elevator system comprising: 

a hoistway defined in a surrounding structure having a front wall 
extending along a length of the hoistway, the front wall 
including at least one elevator door frame for accommodating 
an elevator door; 

a landing provided frontwardly of the elevator door frame; 

a recess extending a predetermined distance along a length of 
the hoistway from a first end below the elevator door frame to 
a second end opening into the landing; and 

a controller disposed within the recess. 
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6,039,153 
BICYCLE BRAKE WITH LINK-ADJUSTED BRAKE 
SHOES 
Masanori Sugimoto, Osakasayama, Japan, assignor to Shi- 
mano, In., Osaka, Japan 
Filed Jun. 22, 1998, Appl. No. 103,980 
Int. Cl.’ B62L 3/00; 1/06 


US. Cl. 188—24.22 13 Claims 


11. A bicycle brake apparatus comprising: 

a brake arm having an upper portion and a lower portion; 

a link member having an upper portion and a lower portion; 

wherein the lower portion of the brake arm and the lower 
portion of the link member pivot relative to each other around 

a common pivot axis; 

a shoe attachment member disposed on the link member; 
a link fixing mechanism for fixing the link member relative to 
the brake arm, wherein the link fixing mechanism comprises: 

a fixing shaft extending from one of the brake arm and the 
link member; 

a shaft opening defined by the other one of the brake arm and 
the link member so that the fixing shaft extends through the 
shaft opening; and 

an adjusting member for adjusting a position of the brake shoe 
relative to the brake arm by rotating the adjusting member. 





6,039,154 
BRAKING MEANS FOR A MOVABLE PART OF A 
FURNITURE COMPONENT, ESPECIALLY AN 
UPHOLSTERED FURNITURE COMPONENT 

Reiner Moll, Schwabisch Gmiind; Helge Fedderke, Neuss, and 

Christoph Hartmann, Aachen, all of Germany, assignors to 

Thomas Jungjohann, Ertingen, Germany 

Filed Aug. 27, 1997, Appl. No. 917,934 

Claims priority, application Germany, Aug. 29, 1996, 196 34 

807; Sep. 18, 1996, 196 38 075 
Int. Cl.’ B6SH 59/10 

U.S. Cl. 188—67 9 Claims 

1. A furniture component with coupled backrest and seat adjust- 
ment having a braking means comprising a support frame with a 
slide rail to be attached to one of the movable part and the support 
frame, and with a hollow crosspiece with a brake bearing block to 
be attached to the other one of the support frame and movable part, 
and adjustment means for adjusting of braking force exerted by the 
brake bearing block on the slide rail; wherein the crosspiece has 
through-openings through which the slide rail penetrates the cross- 
piece; wherein the brake bearing block is located within the cross- 
piece and extends into an area of said through-openings for the 
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slide rail; and wherein the adjustment means is located on the 
crosspiece and presses the brake bearing block in the crosspiece 
against the slide rail. 





6,039,155 
DISC BRAKE 
Thomas Edwin Demoise, Jr., Osceola, Ind., assignor to Robert 
Bosch Technology Corporation, Broadview, Il. 
Filed Mar. 27, 1998, Appl. No. 49,453 
Int. Cl.’ F16D 65/38 
U.S. Cl. 188—73.39 


1. A brake for a vehicle, comprising: 

an anchor fixed to a support, said anchor having parallel first and 
second rails, said first rail having first and second sections 
each of which have a first surface separated from a second 
surface by a first groove, said second rail having first and 
second sections each of which have a third surface separated 
from a fourth surface by a second groove, said first surface 
having a constraining surface thereon, said second surface 
having a first bearing surface thereon, said third surface 
having an aligning surface thereon and said fourth surface 
having a second bearing surface thereon, said constraining 
surface and said aligning surface being non-symmetrical with 
respect to each other, said first bearing surface being located 
in a first angled plane and said second bearing surface being 
located in a second angled plane with respect to a radial 
reference extending from an axis of rotation, said constraining 
surface and second bearing surface having a first complemen- 
tary angled relationship and said aligning surface and first 
bearing surface having a second complementary angled rela- 
tionship; 

a first friction pad having a first carrier member with first and 
second projections and first and second retaining ears extend- 
ing from first and second ends of said first carrier member, 
said first projection contacting said first surface along a line of 
tangency in said first section of said first rail while said 
second projection contacting said fourth surface along a line 
of tangency in the first section of said second rail; 

a second friction pad having a second carrier member with third 
and fourth projections and third and fourth retaining ears 
extending from first and second ends of said second carrier 
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member, said third projection contacting said first surface 
along a line of tangency in said second section of said first rail 
while said fourth projection contacting said fourth surface 
along a line of tangency in the second section of said second 
rail; 

a rotor located in a plane perpendicular to said first and second 
rails and having a peripheral surface that extends along a 
radial arc on said axis of rotation; and 

means for moving said first and second friction pads into 
engagement with said rotor during a brake application to 
develop a braking force, said first and second carrier members 
being stressed at said lines of tangency contact with said first 
rail and compressed along at said lines of tangency contact 
with said second rail by said braking force during forward 
rotation of said rotor to uniformly transmit substantially equal 
components of said braking force through said first and sec- 
ond rails into said anchor. 





6,039,156 
SLIDE PIN BUSHING FOR DISC BRAKE ASSEMBLY 
Daniel P. Schneider, Plymouth, Mich., assignor to Kelsey Hayes 
Company, Livonia, Mich. 
Filed Jun. 17, 1997, Appl. No. 877,685 
Int. Cl.’ F16D 65//4 


U.S. Cl. 188—73.44 19 Claims 
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1. A disc brake assembly for a vehicle adapted to selectively 
frictionally engage a rotor connected to a vehicle wheel compris- 
ing: 

an anchor plate adapted to be secured to a stationary component 
of the vehicle; 

a pin extending from said anchor plate and including an outer 
surface; 

a slide pin bushing disposed about said pin and including an 
inner surface and an outer surface, said inner surface provided 
with at least a pair of spaced apart inner contacting surfaces 
which are spaced apart from one another by a groove said 
inner contacting surfaces engaging said outer surface of said 
pin, said inner contacting surfaces of said slide pin bushing 
having a roughened surface finish defined by a plurality of 
generally rounded depressions provided therein, said plurality 
of rounded depressions extending into said inner contacting 
surfaces of said slide pin bushing; 

a caliper having an opening formed therein, said outer surface of 
said slide pin bushing extending within said opening such that 
said caliper is supported for sliding movement relative to said 
anchor plate; 

a pair of brake pads carried by said disc brake assembly; and 

means for selectively moving said brake pads toward and away 
from one another so as to be adapted to selectively frictionally 
engage the rotor; 

wherein said plurality of rounded depressions formed in said 
inner contacting surfaces of said slide pin bushing is effective 
to reduce the surface contact area between said inner contact- 
ing surfaces of said slide pin bushing and said outer surface of 
said pin to thereby reduce the frictional forces therebetween 
during sliding movement of said caliper and thereby provide a 
smoother sliding action of said caliper during actuation of the 
disc brake assembly. 
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6,039,157 
EDDY CURRENT BRAKING SYSTEM 

Chuji Yamada; Shin Kobayashi; Makoto Ogawa; Tohru Kuwa- 

hara, and Eiji Okumura, all of Kanagawa, Japan, assignors 

to Isuzu Motors Limited, Japan 

Filed Feb. 25, 1998, Appl. No. 30,329 
Claims priority, application Japan, Feb. 25, 1997, 9-056849 
Int. Cl.’ B6OL 7/00 

U.S. Cl. 188—158 13 Claims 


actuating mechanism and a second condition in which the 
manual drive does not operate the actuating mechanism, 
wherein only the powered drive operates the actuating mecha- 
nism when the manual drive is in the second condition. 


1. Vehicle braking apparatus comprising: 
a brake drum secured to a rotational shaft; said drum having an 
inner surface and first and second side surfaces; 


magnetic field generating means annularly distributed within 6,039,159 
said brake drum; SHOCK ABSORBER ARRANGEMENT AND USE 


a plurality of ferromagnetic plates having axially spaced apart Kenth Ohlin, Sollentune, and Magnus Danek, Huddigne, both 
first and second edges and being disposed in an annular array of Sweden, assignors to Yamaha Hatsudoki Kabushiki Kai- 
between said magnetic field generating means and said inner Sha, Iwata, Japan, and Ohlins Racing AB, Uppsland Vasby, 
surface of said brake drum, said first edges of said plates Sweden 
being radially and axially spaced from said first side surface Filed Dec. 11, 1997, Appl. No. 988,662 
of said brake drum; and Claims priority, application Sweden, Dec. 11, 1996, 9604548 

an electrically conductive annular body having at least an annu- Int. Cl.’ F16F 9/34 
lar portion bonded to a lower peripheral edge of said first side U.S. Cl. 188—322.15 31 Claims 
surface and along a continuous annular interface therebe- 
tween, said annular body being axially spaced from said first 
edges of said plates; and wherein said lower peripheral edge is 
formed by an annular slot in said brake drum and having an 
L-shaped transverse cross-section substantially conforming to 
a transverse cross-section of said annular portion. 








6,039,158 
POWERED LOCOMOTIVE PARKING BRAKE 
Richard H. Fox, E. 1600 Sturgeon, Rathdrum, Id. 83858; 

David M. Steinbacher, 8424 N. Nevada, Apt. 195; Wesley L. 

Olin, E. 1012 Parkhill Dr., both of Spokane, Wash. 99208; 

Vernon O. Meyers, 1208 N. Van Marter, Spokane, Wash. 

99206, and William J. Zimmerle, 387111 N. Jackson Rd., 

Elk, Wash. 99009 

Filed Aug. 11, 1997, Appl. No. 909,452 
Int. Cl.’ B60L 7/00; B60T 7/20; F16H 1/00 
US. Cl. 188—162 13 Claims 

1. A safety brake for a locomotive, comprising: 

a force transmitting device connected to a brake mechanism 
associated with at least one wheel of a locomotive, an actuat- 
ing mechanism operably connected to the force transmitting 
member and a powered drive for driving the actuating mecha- 1. A hydraulic shock-absorbing and fluid damping arrangement 
nism to apply a force to the brake mechanism, wherein the for damping the relative movement of two components comprised 
powered drive includes a motor, a planetary reduction drive of a device defining two fluid chambers between which controlled 
for providing sufficient force to set the brake, and:a clutch, the flow through a damping passage is permitted for damping of the 
powered drive being constructed and arranged so that the relative movement between said components, an enclosed damping 
motor operably drives the actuating mechanism through the cavity formed solely by one of said components communicating 
planetary reduction drive and the clutch such that the clutch with said two fluid chambers through respective passages formed 
slips when sufficient force has been applied to the brake in said one component, an elastic member contained in said damp- 
through the force transmitting member to set the brake, fur- ing cavity for precluding direct flow therethrough from one fluid 
ther comprising a manual drive for driving the actuating chamber to the other, said elastic member being slidable in said 
mechanism, the manual drive being located between the pow- cavity for accommodating limited displacement of fluid from at 
ered drive and the actuating mechanism, the manual drive least one of said fluid chambers into said damping cavity in an 
having a first condition in which the manual drive operates the undamped fashion. 
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6,039,160 
FRICTION TORQUE TRANSMITTER WITH A ONE-WAY 
ACTUATOR 
Dwayne Paul Joppeck, Saline, Mich., assignor to General 
Motors Corporation, Detroit, Mich. 
Filed Aug. 31, 1998, Appl. No. 145,959 
Int. Cl.’ F16D 25/063;25/02 
U.S. Cl. 192—52.5 





1. A friction torque transmitter comprising: 

an input member; an output member; 

a pack of friction disc members alternately drivingly connected 
to said input and output members; 

a fluid operated piston operative to enforce frictional engage- 
ment of said friction disc members to support torque transfer 
in two rotational directions, said piston engaging a first of said 
friction disc members and a second of said friction disc 
members providing a reaction member during piston enforced 
engagement; and 

a one-way actuator operatively connected between said input 
and output members to enforce frictional engagement only in 
one rotational direction in response to a speed differential 
between said input and output members in said one direction, 
said one-way actuator having an apply surface engaging a 
third of said friction disc members, and reaction means 
between one of said input or output members and said first of 
said friction disc members so that said first of said friction 
disc members is capable of providing a reaction member 
during one-way enforced engagement even in the absence of 
fluid-operated piston enforced engagement. 





6,039,161 
TWIN-CLUTCH DEVICE 
Masanobu Tanaka, Hirakata, and Hideyuki Imanaka, Morigu- 
chi, both of Japan, assignors to Exedy Corporation, Osaka, 
Japan 
Filed Feb. 10, 1999, Appl. No. 247,591 
Claims priority, application Japan, Feb. 19, 1998, 10-037242 
Int. Cl.’ F16D 13/50; 13/75 
U.S. Cl. 192—70.18 20 Claims 
1. A twin-clutch device for transmitting and intercepting power 
between a flywheel of an engine and a transmission shaft, compris- 
ing: 
a first clutch disk assembly having a first friction member 
adapted to be positioned to face the flywheel; 
a second clutch disk assembly having a second friction member 
in a position corresponding to said first friction member; 
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an intermediate plate located between said first and second 
clutch disk assemblies and adapted to be non-rotatably and 
axially movably coupled to the flywheel, said intermediate 
plate having friction surfaces on both sides for abutting 
against said first and second friction members; 

a pushing device adapted to be fixedly coupled to the flywheel, 
said pushing device having a pressure plate and a pushing 
member, said pressure plate having a friction surface facing 
said second friction member, said pushing member opera- 
tively applying a biasing force on said pressure plate toward 
said second friction member in a clutch engaged position; 

a first biasing member operatively coupled to said pressure plate 
to bias said pressure plate in a first direction away from the 
flywheel and said intermediate plate when said biasing force 
from said pushing device is released during a release opera- 
tion; and 

control assembly operatively coupled to said intermediate. plate, 
said control assembly operating in a clutch switching opera- 
tion during movement between a clutch released position and 
said clutch engaged position, said control assembly opera- 
tively moves said intermediate plate in response to movement 
of said pressure plate at least during said releasing operation, 
such that said intermediate plate initially moves relative to the 
flywheel at a speed greater than zero and slower than a 
moving speed of said pressure plate and after said pressure 
plate has moved a distance corresponding to a predetermined 
stroke, said intermediate plate and said pressure plate move at 
identical speeds. 





6,039,162 
CLUTCH RETAINING DEVICE 
Martin D. Marsic, Lendhurst, Ohio, assignor to MTD Products 
Inc, Cleveland, Ohio 
Filed Jan. 22, 1999, Appl. No. 235,574 
Int. Cl.’ F16D ///00 
U.S. Cl. 192—108 12 Claims 


60 


2. A clutch collar assembly comprising: 
a drive pin adapted for use in engaging an associated compo- 
nent; 
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a clutch collar having at least one pin receptor for receiving the 
drive pin, the clutch collar also having at least one clip notch; 
and, 

a first clutch collar cover for use in keeping the drive pin within 
the pin receptor, the first clutch collar cover having at least 
one cover clip for use in connecting the first clutch collar 
cover to the clutch collar, the cover clip being selectively 
received within the clip notch. 





6,039,163 
CLUTCH FRICTION DISC BALANCING METHOD 
Michael L. Bassett; Gregory W. Batterton, both of Auburn, 
and Andrzej P. Szadkowski, Fort Wayne, all of Ind., assign- 
ors to Eaton Corporation, Cleveland, Ohio 
Filed Feb. 11, 1999, Appl. No. 248,619 
Int. Cl.’ F16D 13/58 


U.S. Cl. 192—110 R 3 Claims 
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1. A method of balancing a clutch disc having a carrier plate 
with friction facings attached to respective sides of the carrier plate 
comprising: 

measuring the imbalance of the clutch disc; 

determining the size and shape of one or more balance weights; 

separating at least one of the friction facings from the carrier 

plate; 

inserting said balance weights in one or more corresponding 

balancing voids formed in said carrier plate; and 

reattaching the friction facings to the carrier plate. 





6,039,164 
AUTOMATIC VALIDATING FAREBOX SYSTEM AND 
METHOD 
Brian G. Waters; Gregory E. Stoltz, both of Dallas, and Algert 
J. Maldanis, Heath, all of Tex., assignors to Agent Systems, 
Inc., Dallas, Tex. 
Filed Apr. 13, 1998, Appl. No. 59,274 
Int. Cl.’ GO7F 7/04;9/10; GO6F 7/00; B6SH 29/44 
U.S. Cl. 194—206 59 Claims 

31. An automatic validating farebox system comprising: 

electronic controller circuitry; 

a note acceptor coupled to the electronic controller circuitry, 
wherein the note acceptor is adapted to receive a plurality of 
different value notes, and wherein the note acceptor automati- 
cally validates the received notes and determines the value of 
each validated received note, wherein the value of each vali- 
dated received note is communicated to the electronic control- 
ler circuitry; 

a note stacker adapted to receive the accepted notes from the 
note acceptor and output the accepted notes into a tightly 
compressed note stack; 

a farebox housing incarcerating said electronic controller cir- 
cuitry, said note acceptor, and said note stacker, wherein said 
farebox housing is adapted for deployment in a vehicle and 
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presents patron access to a portion of said note acceptor while 
simultaneously presenting operator access to another portion 
of said note acceptor. 





6,039,165 
METHODS FOR COIN SORTING, COIN CHANGE 
MECHANISM, AND PUBLIC TELEPHONE OPERABLE 
THEREWITH 

Ronald Lee Wild, Carmel, Ind., assignor to Lucent Technolo- 

gies Inc., Murray Hill, N.J. 

Filed Feb. 17, 1998, Appl. No. 24,724 

Int. Cl.’ GO6F 7/00; GO7D 5/08;3/02; GOTF 1/04; H04M 17/02 
U.S. Cl. 194—217 37 Claims 


1. A public telephone wherein a fee for a connection for a 
specified period of time is payable with an amount of coins from a 
first coin set having a plurality of different denominations of coins, 
comprising: 

a coin mechanism having a coin-discrimination portion for 
determining coin acceptability of coins of different denomina- 
tions from the first coin set, and a coin-changer portion that 
receives acceptable coins from the coin-discrimination portion 
and is operable to return a portion of the amount of coins if 
the connection is not maintained for the specified period, the 
coin changer comprising: 
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a first mechanical coin sorter that separates coins from the 
first coin set having different denominations; 

a first coin-escrow hopper that temporarily stores the sepa- 
rated coins; and 

a collect/return manifold that receives the temporarily stored 
coins and individually routes each coin to one of either a 
coin-collection reservoir or a coin return according to a 
determined disposition. 


6,039,166 
METAL DISC EJECTOR 

Hiroshi Abe, and Motoharu Kurosawa, both of Saitama, 

Japan, assignors to Asahi Seiko Kebushiki Kaisha, Japan 

Filed Sep. 19, 1997, Appl. No. 933,578 

Claims priority, application Japan, Sep. 20, 1996, 8-285813; 

Dec. 17, 1996, 8-359586; Jan. 10, 1997, 9-032548 
Int. Cl.’ GO7D 5/08 


U.S. Cl. 194—317 13 Claims 
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1. A disc ejector comprising: 

a base member defining a recess: 

a rotary plate positioned in said recess for forcing discs one by 
one; 

a regulator pin for guiding said forced discs radially outwardly, 
wherein said regulator pin has a conic tip whose axis is 
inclined less than 90° with respect to said rotary plate. 





6,039,167 
ESCALATOR STEP OR ELEMENT FOR SIDEWALK 

Jan Vellinga, Hamburg, Germany, assignor to Thyssen Auf- 

ziige GmbH 

Provisional application No. 60/056,714, Aug. 22, 1997. This 

application Jun. 1, 1998, Appl. No. 88,548. 
Int. Cl.’ B66B 23//2 

U.S. Cl. 198—333 15 Claims 

1. Step for an escalator or element for a moving sidewalk with a 
stepping surface having a plurality of stays and grooves extending 
in the direction of travel of the escalator moving sidewalk, wherein 
said stepping surface has a reinforcement at a rearward edge that is 
embodied as a truss structure and extends transverse to the direc- 
tion of travel across said step or elements, wherein said truss 
structure is comprised of truss elements having slanted stays which 
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in their orientation with regard to neighboring truss elements 
alternate and/or are symmetrical to a center of the escalator. 


6,039,168 
METHOD OF MANUFACTURING A PRODUCT FROM A 
WORKPIECE 
Claude D. Head, III, Dallas, Tex., assignor to Texas Instru- 
ments Incorporated, Dallas, Tex. 
Continuation of application No. 08/304,630, Sep. 12, 1994, 
which is a continuation of application No. 08/023,998, May 
24, 1993, abandoned, which is a division of application No. 
07/928,631, Aug. 21, 1992, Pat. No. 5,216,613, which is a con- 
tinuation of application No. 07/837,670, Feb. 14, 1992, aban- 
doned, which is a continuation of application No. 07/759,799, 
Sep. 13, 1991, abandoned, which is a continuation of applica- 
tion No. 07/398,796, Aug. 24, 1989, abandoned, which is a 
division of application No. 06/696,876, Jan. 30, 1985, Pat. No. 
4,884,674, which is a continuation of application No. 
06/599,211, Apr. 12, 1984, abandoned, which is a continuation 
of application No. 06/269,306, Jun. 1, 1981, abandoned, which 
is a division of application No. 05/134,387, Apr. 16, 1971, Pat. 
No. 4,306,292. This application Jun. 7, 1995, Appl. No. 
487,622. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B65G 43/00 


U.S. Cl. 198—341.07 85 Claims 
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1. A method of manufacturing a product from a workpiece at at 
least first and second work stations comprising: 
a. performing at least one operation on a first workpiece at the 
first work station; 
b. indicating that the first workpiece is ready for transfer from 
the first work station; 
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. indicating that the second work station is prepared to receive 
a workpiece, including the first workpiece; 

. initiating transfer of the first workpiece from the first work 
station to the second work station in response to the indicating 
of steps b. and c.; 

. assuring that the first workpiece is no longer present at the 
first work station after initiating the transfer before proceeding 
with another step d. for another workpiece; 

f. performing at least one operation on the first workpiece at the 
second work station; 

. performing at least one operation on a second workpiece at 
the first work station; and 

. continuing the performing at least one operation on the first 
workpiece at the second work station simultaneous with and 
independent of the performing at least one operation on the 
second workpiece at the first work station. 





6,039,169 
MULTILEVEL STORAGE DEVICE FOR CONTAINERS, 
IN PARTICULAR CD CASES 
Carlo Zaniboni, Castenaso, Italy, assignor to Gima S.P.A., Via 
Dei Lombardi, Italy 
Filed May 5, 1998, Appl. No. 72,466 
Int. Cl.’ B65G //00 


US. Cl. 198—347.1 13 Claims 


1. A multilevel storage device for articles, in particular cases, 

including: , 

a series of conveyors, arranged over one another, with at least 
two conveyors upper and lower respectively; 

first sensor means situated close to a downstream end of the 
lower conveyor for detecting a presence of at least one group 
of cases, 

second sensor means situated close to an upstream end of said 
upper conveyor for detecting an absence of groups of cases; 

a receiving feeding station, located downstream of said upper 
conveyor for receiving groups of cases from said upper con- 
veyor and for feeding said cases for further processing; 
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a tail pulley mounted in the tail end of the trunking; 
a head pulley mounted in the head end of the trunking; 
a plurality of longitudinally spaced-apart troughing idlers 
mounted on the side walls of the trunking along the entire 
length thereof between the tail pulley and the head pulley and 
defining an upper troughed path for an endless belt; 
an endless belt received in the trunking and supported by the tail 
pulley and the head pulley and the troughing idlers for move- 
ment along portions of the upper path and movable along a 
return run from the head pulley to the tail pulley in sliding 
contact with a floor of the trunking; 
a movable tripper unit having 
a tripper including a frame supported for movement longitu- 
dinally along a portion of the trunking and having side 
support members located above and laterally on both sides 
of the upper path of the belt and means carried by the frame 
for leading the belt from the upper path along an inclined 
path to a discharge unit, 

the discharge unit having an upper bend pulley and a valve 
configured and arranged to receive material from the belt 
adjacent the upper bend pulley and discharge it selectively 
to one side or the other of the movable tripper unit, and 

a lower bend pulley carried by the frame above the upper path 
and below the upper bend pulley, the belt, leading from the 
lower bend pulley back to the upper path; and 

a cover received over the trunking and configured and arranged 
to form with the trunking an enclosure containing the belt, the 
tail pulley, the head pulley, all of the troughing idlers and the 
movable tripper unit. 





6,039,171 
CONVEYOR SYSTEM FOR TRANSPORTING GOODS 


a loading station located upstream of said lower conveyor for Herbert Trieb, Wolfurt, Austria, assignor to Konrad Doppel- 


loading groups of cases onto said lower conveyor, the cases 
being oriented in relation to requirements of said feeding 
station and taking into account a number of conveyors form- 
ing said series of conveyors; 

a transfer unit situated on both sides at the upstream end of the 
upper conveyor, the transfer unit having driving groups oper- 
ated synchronously for picking up groups of cases from a 
conveyor situated below and for transferring them to said 
upper conveyor, movable arms equipped with packing blocks 
having clamping plates operated by actuators integral with the 
movable arms, in time relation with operation of said first and 
second sensor means. 





6,039,170 

ENCLOSED MOVABLE TRIPPER BELT CONVEYOR 
Philip G. Clark, 46256 266” St., Hartford, S. Dak. 57033 
Filed Feb. 18, 1998, Appl. No. 25,562 

Int. Cl.’ B65G 37/00 
U.S. Cl. 198—364 21 Claims 
1. An enclosed movable tripper belt conveyor comprising trunk- 
ing having a floor, side walls, a tail end and a head end; 


US. Cl. 198—699 


mayr & Sohn Maschinenfabrik mbH & Co. KG, Wolfurt, 
Australia 
Filed Apr. 3, 1998, Appl. No. 54,921 
Claims priority, application Austria, Apr. 8, 1997, 591/97 
Int. Cl.’ B65G 15/44 
8 Claims 





1. A conveyor system for transporting goods, comprising: 
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an endless conveyor belt assembly for transporting goods along 
a conveying direction, deflection drums disposed at terminal 
locations of the conveyor system about which said endless 
conveyor belt assembly is deflected; 

said endless conveyor belt assembly including an endless belt 
and a plurality of support beams oriented transversely to the 
conveying direction; 

two endless conveyor cables disposed laterally of and parallel to 
said conveyor belt, said conveyor cables traveling on and 
being deflected about said deflection drums; and 

clamp assemblies on said support beams for securing said sup- 
port beams to said conveyor cables. 


6,039,172 
DEVICE FOR PROCESSING A DISC-SHAPED 
SUBSTRATE AS WELL AS A STATION SUITABLE FOR 
BEING COUPLED TO SUCH A DEVICE 

Jacob de Boer, SB Waaire; Martin Hamming, AG Eindhoven, 

and Petrus J. M. Goudsmits, BT Waaire, all of Netherlands, 

assignors to ODME International B.V., LP Veldhoven, Neth- 

erlands 

Filed Apr. 9, 1997, Appl. No. 833,799 

Claims priority, application Netherlands, Apr. 12, 1996, 

1002849 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B65G 4/1/00 


U.S. Cl. 198—750.1 8 Claims 


1. A device for processing a disc-shaped substrate, comprising: 

a plurality of stations arranged in side-by-side relationship, 
whereby the substrate can be moved into and out of a first one 
of the plurality of stations and be subjected to a processing 
step in a second one of the plurality of stations; and 

a transport mechanism that transports the substrate between the 
plurality of stations; 

wherein each of the plurality of stations comprises two side 
walls and an intermediate plate that extends between the side 
walls, the intermediate plate including a guide section that 
extends between the side walls, 

whereby the stations of the plurality of stations that are posi- 
tioned adjacently to each other are attached together at the 
side walls that are adjacent to each other, whereby the plural- 
ity of stations are positioned with respect to each other in such 
a manner that the intermediate plates and the guide sections 
are in alignment with each other, and whereby the transport 
mechanism is moveable between the plurality of stations over 
the guide sections, 

each station further comprising an air supply channel that is 
located parallel to each intermediate plate and extends 
between the side walls, wherein the air supply channel of each 
of adjacent ones of the plurality of stations are in alignment, 
and 

wherein said air supply channel is located under each said 
intermediate plate. 
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GENERAL AND MECHANICAL 


6,039,173 
METHOD OF SUPPORTING A PAIR OF EYEGLASSES 
Steve A. Crow, 5041 Senac Dr., Metairie, La. 70003 
Filed Jul. 6, 1998, Appl. No. 110,557 
Int. Cl.’ A45C ///04; A44B 21/00 


U.S. Cl. 206—5 4 Claims 


4 8 
he 


1. The method of supporting a pair of eyeglasses having a frame 
having first and second eyepieces, first and second temple bars 


- having first and second ends, said first end of the first and second 


temple bars hingedly attached to the first and second endpieces, 
respectively, the second ends of the first and second temple bars 
terminating in first and second earpieces, respectively, the method 
comprising the steps of: 
a. providing an eyeglass receptacle having a main body having a 
length and a width, said length greater than said width, a first 
end, a second end, a first side, a second side, a first edge, a 
second edge, and a longitudinal axis, said main body having 
formed therein a conduit through the length of said main 
body; 
said first side of said main body having formed therein, adjacent 
to said first end, an engagement area configured to receive and 
retain various size and configuration eyewear, said engage- 
ment area including first and second, spaced vertical edges 
having first and second ends, said spaced vertical edges com- 
municating with centering means for centering an item to be 
supported by said eyewear receptacle in a central support 
point aligned with said longitudinal axis of said main body; 

. placing the earpiece of the first temple bar of a pair of 
eyeglasses through said conduit formed in said main body via 
said first end; 

. lowering the first temple bar, while positioning the frame 
adjacent to said first side of said body, until the first end of the 
first temple bar communicates with said centering means 
formed on said main body, thereby supporting the eyeglasses, 
with said conduit enveloping a portion of the first temple bar, 
and the second end of the first temple bar protruding through 
said conduit; 

. allowing said centering means formed on said main body to 
urge the eyeglasses to said central support point below said 
first end of said main body, supporting the eyeglasses gener- 
ally along said longitudinal axis of said main body. 





6,039,174 
CONTAINER 

Graham Rogers, Room 618, Star House, 3 Salisbury Road, 

Tsimshatsui, Kowloon, Hong Kong, The Hong Kong Special 

Administrative Region of the People’s Republic of China 

Filed Nov. 2, 1998, Appl. No. 184,386 

Claims priority, application United Kingdom, Apr. 20, 1998, 

9808329 
Int. Cl.” A45C 11/04 

U.S. Cl. 206—6 27 Claims 

1. A container for carrying items, comprising means for opening 
and closing the container, said opening and closing means being 
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6,039,176 
SURGICAL SUTURE HOLDER 
John T. M. Wright, 555 S. Downing St., Denver, Colo. 80220 
Filed May 3, 1999, Appl. No. 303,885 
Int. Cl.” A61B 1/7/06 
U.S. Cl. 206—63.3 22 Claims 


operable by a single control button whereby when the container is 

closed pressing said button causes the container to be opened to 

define an opening having dimensions substantially corresponding 1. A surgical suture holder comprising in combination: 

to a cross-section of the container and permitting access to the 4 bracket constructed of material having a thickness, the bracket 
interior of the container, and whereby when the container is open being so configured and constructed as to define there through 


pressing said button causes the container to be closed. - least apa elongate slot having a length and a width and 
having the depth which is the thickness of the bracket mate- 


rial; 

a coil spring having a length and a diameter, the diameter of the 
spring being slightly less than the width of the slot in the 
bracket and being greater than the depth of the slot in the 
bracket; and 

means securing the spring in the slot with one longitudinal side 
portion of the spring extending outwardly from the surface of 





6,039,175 


MULTI-POCKET FEMALE WALLET the bracket a distance sufficient for sutures to be inserted 
Russel Wright, 3412 N. 48th St., Milwaukee, Wis. 53216 between coils of the spring; 
Continuation-in-part of application No. 08/777,529, Dec. 30, the bracket, spring and spring securing means being so config- 


1996, abandoned. This application Oct. 6, 1998, Appl. No. ured, constructed and assembled as to as to maintain the coils 
167,247. of the spring in conntact with rigid support structure for 


Int. Cl.” A45C_1/06:11/26 preventing the spring from bowing and to prevent sutures 
US. Cl. 206—37 from wrapping around one or more coils of the spring, and to 
nipticitagins enable sutures to be inserted between spring coils against bias 
of one spring coil toward an adjacent coil to removably hold 
the suture in a position adjacent a surgical operating field for 
easy selection and removal by the surgeon or surgical assis- 

tant. 





6,039,177 
ADJUSTABLE POCKET THERMOMETER SHEATH 
ASSEMBLY 

Gary K. Swanson, Oakville, and Ernest R. L’Heureux, Jr., 

Meriden, both of Conn., assignors to Cooper Instrument 

Corporation, Middlefield, Conn. 

Filed Jul. 9, 1999, Appl. No. 350,501 
Int. Cl.’ B65D 85/38; GO1K 15/00; 1/08 

U.S. Cl. 206—306 18 Claims 


1. A multi-pocket female wallet for storing feminine hygiene 2p 
products comprising: 

a cover having an inner layer sandwiched between two outer 
layers; 

a pocket member being fastened to said cover, a plurality of 
pockets being formed in said pocket member by fastening 
said cover to said pocket member substantially perpendicular 
to a length of said pocket member in at least two places; 

an attachment strap being attached to said cover; 

a fastening means having a first member and a second member, 
said first member being attached to an end of said attachment 
strap, said second member being attached to a rear of said 
cover, said attachment strap being substantially long enough 12. A sheath assembly for an adjustable pocket thermometer 
to allow said cover to be folded and retained thereby with said having o disl, a probe, and an adjustment member, the sheath 
fastening means, wherein said pockets being formed in said assembly comprising: 
pocket member being sized to receive tampons and sanitary _a sheath having a longitudinally extending body member defin- 
napkins. ing a central bore; and 
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a pocket clip having a sleeve portion slidably mounted on the 
sheath and a body member defining an opening having an 
inner surface engageable with the adjustment member of the 
thermometer to prevent rotation therebetween. 


6,039,178 
ORGANIZER FOR A SET OF HAND TOOLS 
Gregory R. Ernst, 15735 SE. Bartell Rd., Boring, Oreg. 97009 
Filed Mar. 8, 1999, Appl. No. 264,554 
Int. Cl.’ B65D 85/00 


U.S. Cl. 206—376 6 Claims 


1. In combination, 
a support surface having front and rear walls and a first sidewall 


and a second sidewall parallel to said first sidewall, 

a first set of rail members extending intermediate the front and 
rear walls of the support surface and adjacent said first side- 
wall, each of said rail members of the first set having a series 
of recesses aligned in pairs for reception of an elongate tool, 
inclined edges on each of said members partially defining said 
recesses, one of said members in parallel with said first 
sidewall, another of said members out of parallel with said 
first sidewall, 

a second set of rail members extending intermediate the front 
and rear walls of the support surface and adjacent said second 
sidewall and each of said rail members of the second set 
located between said first set of rail members and said second 
sidewall and having a series of recesses aligned in pairs for 
reception of an elongate tool, inclined edges on each of said 
second set of members partially defining said recesses, one of 
said members of the second set in parallel with said second 
sidewall, another of said members of the second set out of 
parallel with said second sidewall, 

said first set of rail members having convergent end segments 
and divergent end segments disposed respectively adjacent the 
rear and front walls of said support surface, 

said second set of rail members having convergent end segments 
and divergent end segments disposed respectively adjacent the 
front and rear walls of said support surface. 

4. In combination, 

a support surface having front, rear and first and second side- 
walls, 

first and second sets of elongate tool holders in place on said 
support surface and located respectively adjacent said first and 
second sidewalls with said second set of elongate tool holders 
being located between the first set and the second sidewall of 
the support surface, 

one tool holder of each of said sets in parallel with the sidewalls 
of said support surface, a second tool holder of each of said 
sets out of parallel relationship with the sidewalls of said 
support surface, and 

said second tool holder of each of said sets greater in length than 
said one tool holder of each of said sets. 


GENERAL AND MECHANICAL 


6,039,179 
RETAINING FLAP FOR SHIPPING CARTONS 
Donald E. Weder, Highland, and Jack Feld, Edwardsville, both 
of Ill., assignors to Southpac Trust International, Inc. 
Continuation of application No. 08/382,096, Jan. 24, 1995, 
Pat. No. 5,732,823, which is a continuation of application No. 
08/202,058, Feb. 25, 1994, Pat. No. 5,411,137, which is a con- 
tinuation of application No. 08/093,109, Jul. 16, 1993, Pat. No. 
5,311,992, which is a continuation-in-part of application No. 
07/892,441, Jun. 2, 1992, Pat. No. 5,240,109, which is a con- 
tinuation of application No. 07/831,767, Feb. 5, 1992, Pat. No. 
5,148,918, which is a continuation-in-part of application No. 
07/692,329, Apr. 26, 1991, Pat. No. 5,092,465. This application 
Feb. 17, 1998, Appl. No. 24,996. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B65D 85/52 


U.S. Cl. 206—423 8 Claims 


1. A shipping assembly, comprising: 

shipping means having a support surface for accommodating 
objects to be shipped wherein the objects to be shipped are 
wrapped objects; 

a sheet of material disposed in contact with at least a portion of 
the support surface of the shipping means and with at least a 
portion of at least one of the objects to be shipped; and 
bonding material wherein the bonding material bondingly 
connects at least a portion of the sheet of material to the 
support surface of the shipping means and bondingly connects 
at least a portion of each of the objects to the sheet of material 
such that the objects are kept generally immobile with respect 
to the support surface of the shipping means and wherein the 
objects to be shipped are positioned in at least two tiers with 
a portion of the sheet of material separating the two tiers. 

4. A shipping assembly comprising: 

shipping means having a shipping surface; 

a plurality of objects each having a wide end and a narrow end; 

a sheet of material; and 

wherein at least a portion of the sheet of material is bondingly 
connected to the shipping surface of the shipping means by 
the bonding material and at least a portion of each object is 
bondingly connected to the sheet of material by the bonding 
material and wherein the objects are positioned in alternating 
orientation with said wide ends and narrow ends being adja- 
cent one another. 

6. A shipping assembly for holding a floral grouping assembly to 

be shipped, the shipping assembly comprising: 

a shipping surface; 

a plurality of floral grouping assemblies, each floral grouping 
assembly comprising a floral grouping surrounded by a wrap- 
per; 

a retaining flap comprising a flexible sheet of material; 

a bonding material; 

wherein the retaining flap is positioned about the plurality of 
floral grouping assemblies to be shipped and wherein the 
bonding material bondingly connects at least a portion of each 
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floral grouping assembly to the retaining flap and wherein the 
bonding material bondingly connects at least a portion of the 
retaining flap to the shipping surface such that each floral 
grouping assembly is substantially prevented from moving 
during shipping of the floral grouping assemblies; and 

wherein each floral grouping assembly has a wide end and a 
narrow end and is positioned such that the wide end of each 
floral grouping is positioned adjacent the narrow end of each 
adjacent floral grouping. 

7. A shipping assembly, comprising: 

a plurality of floral grouping assemblies; 

shipping means having a support surface for accommodating the 
floral grouping assemblies; 

a sheet of material disposed in contact with at least a portion of 
the support surface of the shipping means and with at least a 
portion of at least one of the floral grouping assemblies to be 
shipped; 

a bonding material; and 

wherein the bonding material bondingly connects at least a 
portion of the sheet of material to the support surface of the 
shipping means and the bonding material further bondingly 
connects at least a portion of each of the floral grouping 
assemblies to the sheet of material and wherein the floral 
grouping assemblies are positioned in at least two tiers with a 
portion of the sheet of material separating the two tiers. 





6,039,180 
PROTECTIVE SHIPPING CONTAINER FOR FLOWERS 
Selwyn E. Grant, 2612 S. Beverly Dr., Los Angeles, Calif. 
90034-1816 
Filed Mar. 18, 1999, Appl. No. 272,187 
Int. Cl.’ B6SD 85/50 


U.S. Cl. 206—423 15 Claims 


1. A protective shipping container for flowers having buds and 
stems which comprises: 
an elongated base compartment having a floor extending 


between upstanding opposed sidewalls and upstanding 
opposed endwalls; 

a plurality of individual housings integrally formed adjacent at 
least one of said base compartment endwalls, each of said 
housings being of such a size and shape as to stably encapsu- 
late each of the buds of the flowers; 

an elongated cover overlying said base compartment; and 

fastening means affixing said elongated cover to said base com- 
partment to form a closed container wherein said elongated 
cover overlays said housing. 
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6,039,181 

TRANSIT PACKAGING HAVING REDUCED CONTENT 
G. Michael Whiteside, 70 Spring Home Road, Barrie, Ontario, 

Canada, L4N 5H8 

Continuation-in-part of application No. 08/433,848, May 2, 
1995, Pat. No. 5,607,056. This application Mar. 3, 1997, Appl. 

No. 811,056. 
Int. Cl.’ B65D 6//00 


U.S. Cl. 206—428 3 Claims 


1. A transit packaging comprising: 

a plurality of like containers arranged in a regular pattern, said 
plurality of containers having uniform height, shape and size, 
each of said like containers having straight sides, a top and a 
bottom; 

a blank of paperboard having scores defining foldable opposed 
side panels and a central panel for overlying said containers 
wherein said opposed side panels are foldable to extend 
downwardly substantially perpendicular to said central panel 
and substantially parallel to the sides of said containers, said 
side panels each having a height when folded less than the 
height of said containers, each of said side panels having an 
aligned notch at opposite end edges thereof; 

said central panel having a plurality of footprints equal in 
number to said plurality of containers and arranged in said 
regular pattern corresponding in positions to said containers 
each said footprints comprising an aperture a circular score 
concentric with said aperture and a plurality of tabs radiating 
inwardly from said circular score, wherein said tabs engage 
protrusions on each said plurality of containers upon extend- 
ing said containers upwardly through respective apertures, 
thereby retaining said containers onto said central panel in 
said regular pattern between said side panels; 

at least one strap positioned in said aligned notches and wrapped 
about said side panels and said containers urging said contain- 
ers together and retaining said side panels in said perpendicu- 
lar condition, forming a structural package. 





6,039,182 
BAG 
Barry Light, 10858 E. Verbena La., Scottsdale, Ariz. 85259 
Filed Jul. 16, 1999, Appl. No. 354,973 

Claims priority, application South Africa, Aug. 13, 1998, 

98/7259; Apr. 29, 1999, 99/3007 
Int. Cl.’ B65D 81/20 

U.S. Cl. 206—524.8 16 Claims 

1. An evacuable storage bag having first and second opposed 
wall portions which between them define an interior volume and a 
mouth, the bag including bag closing means for releasably sealing 
closed the mouth of the bag, the bag having an aperture in the first 
wall portion in communication with the interior volume, proximate 
the bag closing means; and the bag including sealing means for 
releasably sealing closed the aperture, with the aperture being 
disposed sufficiently close to the bag closing means thereby to 
cause the aperture to open when the wall portions are moved apart 
from one another when the mouth of the bag is opened in use. 
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9. A packaging kit which includes: 

an evacuable storage bag having first and second opposed wall 
portions which between them define an interior volume and a 
mouth, the bag including bag closing means for releasably 
sealing closed the mouth of the bag and with an aperture in 
the first wall portion in communication with the interior 
volume, proximate the bag closing means, and the bag includ- 
ing sealing means for releasably sealing closed the aperture 
with the apreture being disposed sufficiently close to the bag 
closing means thereby to cause the aperture to open when the 
wall portions are moved apart from one another when the 
mouth of the bag is opened in use; and 

evacuation means for evacuating air from the interior volume of 
the bag through said aperture. 


6,039,183 
BLISTER PACKAGE FOR IMPLANTABLE MEDICAL 
DEVICES 
James J. Rudnick, Waldwick, and Martin Golden, Highland 
Park, both of N.J., assignors to Meadox Medicals, Inc., 
Oakland, N.J. 
Provisional application No. 60/057,983, Sep. 5, 1997. This 
application Sep. 3, 1998, Appl. No. 146,653. 
Int. Cl.’ B6SD 85/08 


U.S. Cl. 206—570 17 Claims 
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1. A packaged implantable device comprising: 

an implantable aortic arch graft having a main tube and at least 
one branch tube extending therefrom; 

a blister tray having a blister tray depression formed therein for 
accommodating said main tube; 

a blister insert positionable within said blister tray, said blister 
insert having formed therein an insert depression for accom- 
modating therein said at least one branch tube and for main- 
taining spaced separation between said at least one branch 
tube and said main tube; and 
blister cover removably disposed over said blister tray for 
covering said blister tray and enclosing said graft and said 
blister insert within said tray for maintaining said graft in a 
sterile environment. 





GENERAL AND MECHANICAL 


6,039,184 
FLEXIBLE PROTECTIVE ARTICLE AND PACKAGING 
USING SAME 


Gregory W. Gale, 3380 Atlas Peak Rd., Napa, Calif. 94558 


Continuation-in-part of application No. 08/859,384, May 20, 
1997, abandoned. This application Dec. 8, 1998, Appl. No. 
208,627. 

Int. Cl.’ B65D 8///27 


U.S. Cl. 206—586 19 Claims 








1. A flexible protective article for engaging a surface of a 
product for protecting the product from shock during shipment 
comprising a member formed of a molded sheet of material of 
molded pulp having a substantially uniform thickness throughout, 
said member having a plurality of generally parallel spaced apart 
flutes formed therein by the molding of said molded pulp and of a 
substantially uniform thickness extending at an angle between 15° 
and 75° with respect to a first imaginary plane extending through 
the flutes and extending inwardly and outwardly with respect to the 
first imaginary plane to provide flutes on opposite sides of the 
molded sheet, each of said flutes in a normal unloaded condition 
having first and second legs angled with respect to each other and 
terminating in an apex, said first leg having a first length and said 
second leg having a second length, said second length being less in 
length than the first length, said first and second legs extending at 
angles on the same side of a second imaginary plane extending 
perpendicular to the first imaginary plane and extending through 
the apex, said apex being rounded to provide rounded apices on the 
plurality of flutes, said flutes on opposite sides being free and being 
capable of bending from the normal unloaded position through the 
second imaginary plane and serving as shock absorbing dampers to 
absorb shock forces applied to the product when the foldable 
protective article is disposed between the product and the shipping 
container by being capable of bending during absorption of shock 
forces and springing back after the shock forces have passed. 

11. A flexible protective article for engaging a surface of a 
product for protecting the product from shock during shipment 
comprising a member formed of a sheet of material of molded pulp 
having a substantially uniform thickness throughout, said member 
having a plurality of generally parallel spaced apart flutes formed 
therein of a substantially uniform thickness extending at an angle 
between 15° and 75° with respect to a first imaginary plane 
extending through the flutes and extending inwardly and outwardly 
with respect to the first imaginary plane, each of said flutes in a 
normal unloaded condition having first and second legs angled 
with respect to each other and terminating in an apex, said first leg 
having a first length and said second leg having a second length, 
said second length being less in length than the first length, said 
first and second legs extending at angles on the same side of a 
second imaginary plane extending perpendicular to the first imagi- 
nary plane and extending through the apex, said apex being 
rounded to provide rounded apices on the plurality of flutes, said 
flutes being capable of bending from the normal unloaded position 
through the second imaginary plane and serving as shock absorb- 
ing dampers to absorb shock forces applied to the product when 
the foldable protective article is disposed between the product and 
the shipping container by being capable of bending during absorp- 
tion of shock forces and springing back after the shock forces have 
passed, said member being formed of at least first and second 
sections adjoining each other and having a fold line extending 
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therebetween, said fiutes extending at angles out of parallel with 
respect to the fold lines. 

12. A flexible protective article for engaging a surface of a 
product for protecting the product from shock during shipment 
comprising a member formed of a sheet of material of molded pulp 
having a substantially uniform thickness throughout, said member 
having a plurality of generally parallel spaced apart flutes formed 
therein of a substantially uniform thickness extending at an angle 
between 15° and 75° with respect to a first imaginary plane 
extending through the flutes and extending inwardly and outwardly 
with respect to the first imaginary plane, each of said flutes in a 
normal unloaded condition having first and second legs angled 
with respect to each other and terminating in an apex, said first leg 
having a first length and said second leg having a second length, 
said second length being less in length than the first length, said 
first and second legs extending at angles on the same side of a 
second imaginary plane extending perpendicular to the first imagi- 
nary plane and extending through the apex, said apex being 
rounded to provide rounded apices on the plurality of flutes, said 
flutes being capable of bending from the normal unloaded position 
through the second imaginary plane and serving as shock absorb- 
ing dampers to absorb shock forces applied to the product when 
the foldable protective article is disposed between the product and 
the shipping container by being capable of bending during absorp- 
tion of shock forces and springing back after the shock forces have 
passed, said member having first, second and third segments with 
the first and second segments adjoining each other along a first fold 
line and the second and third segments adjoining each other along 
a second fold line, said member being formed with a cut out in 
alignment with the first fold line between the first and second 
segments and a cut out in registration with the second fold line 
between the second and third segments. 

14. A load bearing protective corner for use in a six sided 
container having corners formed by three adjoining walls extend- 
ing at 90° with respect to each other and for supporting a six sided 
product therein and being movable from a flat unfolded configura- 
tion to a folded configuration comprising a member formed of a 
sheet of molded fiber, said member being unitary and having first, 
second and third segments, the first and second segments adjoining 
each other along a first fold line and the second and third segments 
adjoining each other along a third fold line, said first and second 
fold lines extending at a 60° angle with respect to each other to an 
imaginary center point, each of said sections comprising a plurality 
of shock absorbing flutes which are spaced apart and parallel to 
each other and having a uniform slope extending in a direction 
toward the imaginary center point, the flutes in each section 
direction facing an imaginary center point and in cross section 
being arranged to progressively increase in height to the fold line 
on one side of the fold line and to progressively decrease in height 
on the other side of the fold line, the sloping surface on one side of 
the center line lying in a plane which forms an angle which is 
complementary to the plane of the sloping surface on the opposite 
side of the center line of the adjacent section. 

15. Packaging for packaging a product comprising a shipping 
carton having spaced apart parallel top and bottom walls, spaced 
apart parallel side walls and spaced apart and parallel end walls 
adjoining the side walls and the top and bottom walls, a product 
disposed within the shipping carton, a protective article for engag- 
ing the product and for suitably retaining the product within a 
predetermined position within the container, said protective article 
comprising a member formed of a sheet of molded pulp of sub- 
stantially uniform thickness, said member having a plurality of 
generally parallel spaced apart flutes formed therein of substan- 
tially uniform thickness extending at an angle between 15° and 75° 
with respect to a first imaginary plane extending through the 
member and extending inwardly and outwardly with respect to the 
imaginary plane, each of said flutes in a normal unloaded position 
having first and second legs angled with respect to each other and 
terminating in an apex, said first leg having a first length and said 
second leg having a second length, said second length being less in 
length than the first length, said first and second legs extending at 
angles on the same side of a second imaginary plane extending 
perpendicular to the first imaginary plane and extending through 
the apex, said apex being rounded to provide rounded apices on the 
plurality of flutes, said rounded apices engaging the surface of the 


OFFICIAL GAZETTE 


Marcu 21, 2000 


product and engaging the surface of the container whereby the 
flutes serve as dampers to absorb shock forces applied to the 
packaging to protect the product during shipment by being capable 
of bending during absorption of shock forces and springing back 
after the shock forces have passed. 





6,039,185 
HEARING AID BATTERY INSERTER 
Richard L. Pedracine, Madison, Wis., and Robert M. 
Michalsen, Des Plaines, Ill., assignors to Rayovac Corpora- 
tion, Madison, Wis. 
Filed Dec. 14, 1998, Appl. No. 211,364 
Int. Cl.’ B65D 85/88 


U.S. Cl. 206—704 20 Claims 


60 


ee 


1. A device for inserting hearing aid batteries into a hearing aid, 

the device comprising: 

an inserter body having an outer periphery; 

a plurality of petals which extend radially outwardly from the 
inserter body, the petals positioned at the periphery of the 
inserter body; 

portions of each petal which define a through hole which 
extends through the petal to permit exchange of gases 
between a hearing aid battery positioned to overlie the petal; 
and 

a pressure sensitive adhesive layer on each petal to removably 
retain a hearing aid battery on the petal and inserter body, a 
hearing aid battery being so retained that it is positionable 
within the hearing aid on the petal while the inserter body is 
gripped by a user, the inserter body and petals being separable 
from the hearing aid battery once engaged within the hearing 
aid. 

. A hearing aid battery inserter, comprising: 
flexible plastic body having an outer periphery, wherein a 
plurality of plastic petals are integrally formed with the plastic 
body and extend outwardly from the plastic body around the 
outer periphery; and 

a pressure sensitive adhesive positioned on the plastic body and 
extending onto each petal to retain a hearing aid battery on the 
petal and body, a hearing aid battery being so retained that it 
is positionable within a hearing aid on the petal while the 
body is gripped by a user, the body and petals being separable 
from the hearing aid battery once engaged within the hearing 
aid, wherein the pressure sensitive adhesive layer extends in 
an annular region extending inwardly from the outer periph- 
ery of the body, and wherein an adhesive-free region is 
defined radially inwardly from the annular region of adhesive, 
and wherein the body has a lower surface which is adhesive 
free, the adhesive free region and the lower surface defining 
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opposed areas for engagement by a user’s fingers without 
adhesive attachment thereto. 

19. A hearing aid battery and inserter assembly comprising: 

a plurality of hearing aid batteries, wherein each battery is 
adhesively connected to an underlying tab; and 

a plastic inserter having a central body with a plurality of 
peripheral battery attachment regions, wherein each battery 
and its underlying tab is connected to one of the battery 
attachment regions by a means for attaching the underlying 
tab to the inserter, the plastic inserter being capable of being 
gripped at a position intermediate between two attachment 
regions for controlled positioning of a battery on the inserter 
into the battery compartment of a hearing aid. 

20. A display package for containing hearing aid batteries affixed 

to an inserter, comprising: 

a backing card having portions defining two lines of perforation 
which are spaced apart a first distance; and 

a thermoformed thermoplastic blister comprising: 

a lid which protrudes from a lid flange; 

a base which is recessed from a base flange, wherein the base 
flange is hinged to the lid flange such that the lid is pivotable 
between a closed position in which the lid extends into the 
base, and an open condition in which the lid is spaced from 


a pair of oppositely positioned sidewall members extending 
rearwardly from the front end member, one from left front 
portion and one from the right portion, each sidewall having a 
substantially vertical upper portion, a lower converging por- 
tion extending inwardly toward the opposite sidewall mem- 
ber, and a plurality of teeth extending from the upper portion 
to the lower portion defining slots for supporting and restrain- 
ing the wafers the plurality of teeth and slots substantially 
vertical on the upper portions and converging inwardly on the 
lower converging portion; 

an upright back end member having a panel and extending 
intermediate the two sidewalls; and 

at least one of the upright front end member, the pair of sidewall 
members, and the back end member formed separately from 
the balance of the wafer carrier and assembled into said wafer 
carrier and secured therein by a pair of locking cooperating 
engagement portion wherein the separately formed member is 
injection molded and is comprised of plastic and at least one 
of the other of the upright front end member, the pair of 
sidewall members, and the back end member of the wafer 
carrier is formed of a different plastic. 

8. A wafer carrier for engaging with equipment and for carrying 


a plurality of axially aligned circular wafers with the axis of the 
wafers extending substantially horizontally, the aligned wafer car- 
rier having an open top and an open bottom and comprising: 


the base; 
a first side strip which is connected to the base flange along a 


first region of weakened material; a second side strip which is 
connected to the base flange along a second region of weak- 
ened material, the base being positioned between the first 
region of weakened material and the second region of weak- 
ened material, wherein the first side strip and the second side 
strip are affixed to the backing card such that the first region 
of weakened material and the second region of weakened 
material overlie the lines of perforation in the backing card, 
such that the card and attached blister may be torn along the 
aligned lines of perforation and first region of weakened 
material and second region of weakened material to separate 
portions of the blister from the card, the torn blister defining a 


transportable container for a hearing aid battery inserter and 
batteries. 


6,039,186 
COMPOSITE TRANSPORT CARRIER 
Sanjiv M. Bhatt, Minnetonka; Shawn D. Eggum, Victoria, and 
Wayne C. Olson, Eden Prairie, all of Minn., assignors to 
Fluoroware, Inc., Chaska, Minn. 

Continuation-in-part of application No. 08/843,464, Apr. 16, 
1997, abandoned. This application Apr. 10, 1998, Appl. No. 
58,137. 

Int. Cl.’ B65D 85/90 
USS. Cl. 206—711 18 Claims 


an upright front end member having a left front portion, a right 
front portion and a first equipment interface, the first equip- 
ment interface configured such that the carrier can be rotated 
forwardly to bear the equipment interface on equipment and 
position the axis of the aligned wafers in a substantially 
vertical orientation; 

a pair of sidewall members extending rearwardly from the front 
end member, one from left front portion and one from the 
right front portion, each sidewall having a substantially verti- 
cal upper portion, a lower converging portion, and a plurality 
of substantially vertical slots extending from the upper portion 
to the lower portion for supporting and restraining the wafers; 

an upright back end member having a panel and extending 
intermediate the two sidewalls; and 

at least one of the upright front end member, the pair of sidewall 
members, and the back end member formed separately from 
the balance of the wafer carrier and assembled into said wafer 
carrier by a pair of locking cooperating engagement portions 
whereby said at least one member is secured therein without 
fasteners that are non-integral with the members secured; and 

wherein the separately formed member is injection molded and 
is comprised of plastic and a carbon filler whereby a static 
dissapative characteristic is provided and wherein said static 
dissapative characteristic is different from a static dissapative 
characteristic of at least one of the other members of the 
wafer carrier. 

9. A wafer carrier for supporting a plurality of axially aligned 


substantially circular wafers with the axis of the wafers extending 
substantially horizontally, the wafer carrier having an open top and 
an open bottom and comprising: 

an upright front end member having a first equipment interface 
configured such that the carrier can be rotated forwardly to 
bear upon the equipment interface and position the axis of the 
wafers in a substantially vertical orientation, a left front 
portion, and a right front portion; 

an upright back end member displaced from and generally 
parallel to the upright front end member; 

a pair of spanning members extending from the left front portion 
and the right front portion of the front end member to the rear 
end member, the front end member, the spanning members 
and the back end member all integrally formed and defining a 

1. An H-bar wafer carrier for engaging with equipment and for carrier framework; and 
carrying a plurality of axially aligned circular wafers with the axis a pair of sidewall inserts each insertable adjacent a spanning 
of the wafers extending substantially horizontally, the aligned member whereby each sidewall insert extends rearwardly 
wafer carrier having an open top and an open bottom and compris- from the front end member, one from the left front portion 
ing: and one from the right front portion, each sidewall insert 
an H-bar upright front end member having a left front portion, a having a substantially vertical upper portion, a lower converg- 
right portion and a first equipment interface, the first equip- ing portion, and a plurality of substantially vertical slots 
ment interface configured such that the carrier can be rotated extending from the upper portion to the lower portion for 
forwardly to bear the equipment interface on equipment and supporting and restraining the wafers. 
position the axis of the aligned wafers in a substantially 16. A wafer carrier for engaging with equipment and for carry- 
vertical orientation; ing a plurality of axially aligned circular wafers with the axis of the 
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wafers extending substantially horizontally, the aligned wafer car- 
rier having an open top and an open bottom and comprising: 

an upright front end member having a left front portion, a right 
front portion and a first equipment interface, the first equip- 
ment interface configured such that the carrier can be rotated 
forwardly to bear the equipment interface on equipment and 
position the axis of the aligned wafers in a substantially 
vertical orientation; 

a pair of sidewall inserts extending rearwardly from the front 
end member, one from left front portion and one from the 
right front portion, each sidewall having a substantially verti- 
cal upper portion, a lower converging portion, and a plurality 
of substantially vertical slots extending from the upper portion 
to the lower portion for supporting and restraining the wafers; 

an upright back end member having a panel and extending 
intermediate the two sidewalls; 

at least one of the upright front end member, the pair of sidewall 
inserts, and the back end member formed separately from the 
balance of the wafer carrier and assembled into said wafer 
carrier by a pair of locking cooperating engagement portions 
whereby said at least one member is secured therein without 
external fasteners; and 

a second machine interface which has one of a pair of cooper- 
ating engagement members on the second machine interface 
and the other of the cooperating engagement members on the 
back end member; and the sidewall inserts comprising a 
plurality of cooperating snap-in locking tabs on each of said 
sidewall inserts and a plurality of cooperating recesses con- 
figured for insertion of said snap-in locking tabs on the 
framework. 

17. A wafer carrier for engaging with equipment and for carry- 
ing a plurality of axially aligned circular wafers with the axis of the 
wafers extending substantially horizontally, the aligned wafer car- 
rier having an open top and an open bottom and comprising: 

an upright front end member having a left front portion, a right 
front portion and a first equipment interface, the first equip- 
ment interface configured such that the carrier can be rotated 
forwardly to bear the equipment interface on equipment and 
position the axis of the aligned wafers in a substantially 
vertical orientation; 

a pair of sidewall inserts extending rearwardly from the front 
end member, one from left front portion and one from the 
right front portion, each sidewall having a substantially verti- 
cal upper portion, a lower converging portion, and a plurality 
of substantially vertical slots extending from the upper portion 
to the lower portion for supporting and restraining the wafers; 

an upright back end member having a panel and extending 
intermediate the two sidewalls inserts; 

at least one of the upright front end member, the pair of sidewall 
inserts, and the back end member formed separately from the 
balance of the wafer carrier and assembled into said wafer 
carrier by a pair of locking cooperating engagement portions 
whereby said at least one member is secured therein without 
external fasteners; and 

a robotic lifting flange which has one of a pair of cooperating 
engagement members on the robotic lifting flange and the 
other of the cooperating engagement members on the back 
end member; 

the sidewall inserts comprising a plurality of nubs extending from 
each of the sidewall inserts and a plurality of cooperating recesses 
in each of the first and second upper sidewall supports for receiv- 
ing said nubs. 


6,039,187 
OFF CENTER THREE POINT CARRIER FOR WET 
PROCESSING SEMICONDUCTOR SUBSTRATES 
Jeff Mendiola, Meridian, Id., assignor to Micron Technology, 
Inc., Boise, Id. 
Filed Aug. 17, 1998, Appl. No. 135,361 
Int. Cl.’ B65D 25/04 
US. Cl. 206—711 33 Claims 
1. A semiconductor substrate carrier for wet processing semicon- 
ductor substrates, comprising: 
first, second and third rails, each of said rails having a plurality 
of slots for receiving peripheral edges of a semiconductor 
substrate, said plurality of slots being arranged such that each 


slot on a rail that is adjacent to two other slots on a same rail 
is spaced one distance from a first adjacent slot and a second 
different distance from a second adjacent slot on the same rail; 
and 


a plurality of supports for supporting said rails to define there- 


with said semiconductor substrate carrier, each of said plural- 
ity of supports having first and second end portions, said first 
and second rails being coupled to said first and second end 
portions of each of said plurality of supports and positioned in 
a spaced parallel relationship with each other, said third rail 
being coupled to said supports at a point which is not equi- 
distant from said first and second end portions such that said 
third rail is off center from a lowest point of said substrate 
carrier. 





6,039,188 
SOCKET DISPLAYING DEVICE 


Jack Lee, No.53, Nan Shi Keng, Da Nan Village, May Shan 


Hsiang, Chia Yi Hsien, Taiwan 
Filed Aug. 18, 1999, Appl. No. 376,404 
Int. Cl.’ B65D 85/02 


U.S. Cl. 206—758 
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1. A socket displaying device comprising: 

a back plate having two grooves defined in two sides thereof and 
a stop extending from the first end of said back plate, and 

a frame having two rails on two sides thereof and two side plates 
extending from said frame, said two rails slidably engaged 
with said grooves of said back plate, a plurality of boards 
connected between said two side plates, each of said side 
plates having a flange extending toward the other side plate, 
said frame having a first end which is engaged with said stop 
when said frame is located in a first position, an aperture 
defined in the second end of said frame so as to engage with 
said stop when said frame is located in a second position. 
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6,039,189 6,039,191 
MINERAL SOLIDS SEPARATION PROCESSES KITCHEN RACK 

Don Luke, Valrico, Fla., assignor to Ciba Specialty Chemicals wes Purnell, 4 Maynard Cir., Old Saybrook, Conn. 

sauiiak inane eat pngig: op Provisional application No. 60/021,053, Jul. 2, 1996. This 
ae eee ke bie ‘ application Jul. 2, 1997, Appl. No. 886,928. 

application Jan. 28, 1998, Appl. No. 116,806. Int. Cl.” A47E 5/00 

Int. Cl.’ BO3B 1/00 U.S. Cl. 211—118 16 Claims 
U.S. Cl. 209—5 16 Claims 
1. A process in which suspended solids in a mineral suspension 
are flocculated by adding to the suspension a flocculating agent and 
the flocculated suspension is then subjected to a sedimentation 
process, and in which surface solids formation during the sedimen- 
tation process is reduced or eliminated by adding surfactant to the 
suspension before or simultaneously with the flocculating agent, 
provided that the flocculating agent and surfactant are not counter- 


ionic. 























6,039,190 
MEDIA STORAGE DEVICE ADAPTER 
Eivind Clausen, Bellingham, Wash., assignor to Allsop, Inc., 
Bellingham, Wash. 
Filed Nov. 13, 1998, Appl. No. 192,041 
Int. Cl.’ A47F 5/00 


US. Cl. 211—40 22 Claims 
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1. An apparatus for adapting media storage devices comprising: 
a base platform comprising: 
left and right edges having a height of dimension substantially 


1. In a rack of the type comprised of a open frame defining a 


space, within which are members for supporting a multiplicity of 
suspended hooks, wherein the hooks are adapted to hold kitchen- 
ware and the like, the improvement comprising: 


a frame comprised of a side panel and an end panel joined 
together to form a corner joint; 

the end panel having a lengthwise groove facing toward the 
space; and, 

a stiffener running lengthwise along the surface of the side panel 
and projecting into the space, the end of the stiffener mating 
with the groove of the end panel, to create a strong joint. 


6,039,192 
STORAGE SHELF SYSTEM HAVING SHELF MEMBERS 


WITH SECURING ELEMENTS ENGAGING CUTOUTS AT 


HORIZONTAL BARS 


equivalent to a thickness of a first substantially planar Rudolf Richard Hollander, Vorden, Netherlands, assignor to 


media unit; 

a width and depth of dimension substantially equivalent to a 
width and depth of the first substantially planar media unit; 

an upper surface; and 

a plurality of substantially parallel receptacles affixed to the 
upper surface of the base platform for receiving a second 
substantially planar media unit, and for stowing the second 
substantially planar media unit in planes substantially par- 
allel with each other, and substantially orthogonal to the 
upper surface of the base platform, wherein the second 
substantially planar media unit has a depth and thickness 
that are different from the depth and thickness of the first 
substantially planar media unit respectively, and the recep- 
tacles further comprise and are formed by a plurality of ribs 
which are substantially parallel to each other and substan- 
tially orthogonal to the upper surface of the base platform, 
the ribs having a depth substantially similar to the depth of 
the second substantially planar media unit and being sepa- 
rated from each other by a dimension substantially similar 
to the thickness of the second substantially planar media 
unit. 


U.S. Cl. 211—186 


NEDCON Magazijninrichting B. V., Germany 
Filed Dec. 1, 1997, Appl. No. 980,502 
Claims priority, application European Pat. Off., Jun. 3, 1997, 


97108859 


Int. Cl.’ A47B 43/00 
7 Claims 

1. A storage shelf system comprising: 

vertical supports; 

spaced-apart, parallel horizontal bars connecting said vertical 
supports; 

horizontal shelf members extending perpendicularly to said hori- 
zontal bars and each having first and second end portions, 
wherein said horizontal shelf members are fastened by said 
first and second end portions to said spaced-apart, parallel 
horizontal bars; 

said horizontal shelf members each having a length in a direc- 
tion of a depth of said shelf system; 

said horizontal shelf members having smooth, continuous sup- 
port surfaces for supporting goods stored in said shelf system; 

said support surfaces each having a length identical to said 
length of said horizontal shelf members; 

each one of said horizontal bars having a top side and cutouts 
extending in said top side in said direction of depth of said 
shelf system; 
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said horizontal shelf members having securing elements engag- 
ing said cutouts to connect said horizontal shelf members to 
said horizontal bars; 

wherein said horizontal shelf members are unitary profiled mem- 
bers having side portions extending downwardly and in said 
direction of depth of said shelf system, wherein said securing 
elements comprise bent portions of said side portions; 

said first and second end portions having free ends without said 
side portions such that said free ends project past said cutouts 
and rest face-to-face on said top side of said horizontal bars, 
wherein said cutouts extend in said top side of said horizontal 
bars and in vertical sides of said horizontal bars facing said 
horizontal shelf members. 





6,039,193 
INTEGRATED AND AUTOMATED CONTROL OF A 
CRANE’S RIDER BLOCK TAGLINE SYSTEM 

Steven F. Naud, Lynn Haven; Max D. Weber, Panama City 

Beach, both of Fla.; Lei Lani Lucero; J. Dexter Bird, III, 

both of Hampton, Va., and Martin D. Fink, Bethesda, Md., 

assignors to The United States of America as represented by 

the Secretary of the Navy, Washington, D.C. 

Filed Jan. 14, 1999, Appl. No. 252,244 
Int. Cl.’ B66L 13/30 

U.S. Cl. 212—270 


HOIST LINE'S 
POSITION/SPEED 


1. A method for automatically controlling a cranes’s rider block 
liftline and taglines, comprising the steps of: 

providing a crane having a base with a boom extending there- 

from at a point of attachment to define a boom angle with a 
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horizontal reference, said crane further being equipped with a 
rider block tagline system in which a rider block can be 
adjusted vertically by a liftline and horizontally by taglines; 

defining a coordinate system having an origin at said point of 
attachment; 

determining a current position of said rider block in terms of its 
horizontal coordinate and vertical coordinate relative to said 
origin, and in terms of an inhaul angle of said liftline; 

generating a matrix that defines i) incremental change in said 
horizontal coordinate with respect to incremental change in 
each of said boom angle, a length of said liftline and a length 
of said taglines, ii) incremental change in said vertical coor- 
dinate with respect to incremental change in each of said 
boom angle, said length of said liftline and said length of said 
taglines, and iii) incremental change in the sine of said inhaul 
angle with respect to incremental change in each of said boom 
angle, said length of said liftline and said length of said 
taglines; 

providing a vector defining velocity criteria for said rider block 
in terms of horizontal motion of said rider block, vertical 
motion of said rider block and rate of change of said inhaul 
angle; 

multiplying said vector by an inversion of said matrix to gener- 
ate a control matrix that defines speed and direction of travel 
for said liftline and said taglines; and 

controlling movement of said liftline and said taglines using said 
control matrix. 


6,039,194 
MOBILE ROOF CRANE 
Gregory L. Beeche, Mechanicville, and Roy Scrafford, Glen- 
ville, both of N.Y., assignors to Beeche System, Corp., Scotia, 
N.Y. 


Filed Apr. 15, 1999, Appl. No. 292,269 
Int. Cl.’ B66C 23/18 


U.S. Cl. 212—301 29 Claims 
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1. A mobile crane comprising: 

a Carriage; 

a plurality of wheel assemblies attached to the carriage, each 
wheel assembly including a control system for selecting a 
wheel positioning mode of the wheel assembly; 

a boom attached to the carriage; 

a plurality of fixed length carriage support legs attached to the 
carriage; 

a cable passing over the boom with a first end of the cable 
attachable to a load; 

a hoist motor connected to a second end of the cable for 
providing a force for lifting the load; 
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wherein the control system of each wheel assembly includes a 
control element for selecting a wheel positioning mode of the 
wheel assembly; and 
wherein: 
in a first position, the control element of each wheel assembly 
selects a wheel positioning mode wherein the wheel assem- 
bly is controlled by a steering apparatus; 

in a second position, the control element of each wheel 
assembly selects a wheel positioning mode wherein the 
wheel assembly is positioned in a fixed direction; and 

in a third position, the control element of each wheel assem- 
bly selects a wheel positioning mode wherein the wheel 
assembly can freely swivel in any direction. 


6,039,195 
CHILD RESISTANT PACKAGE 

Robert S. Konefal, Wilton Centre, N.H., and Noel T. Vander, 

Berlin, Ohio, assignors to Owens-Brockway Prescription 

Products Inc., Toledo, Ohio 
Division of application No. 08/982,996, Dec. 2, 1997, Pat. No. 
5,899,348. This application Dec. 11, 1998, Appl. No. 210,195. 

Int. Cl.’ B6SD 50/08 


U.S. Cl. 215—209 13 Claims 


1. A child resistant package comprising 

a plastic container having an open end, 

thread means on the external surface of the container adjacent 
the open end for securing a closure, 

a plastic closure having a peripheral skirt, 

said skirt having an inner surface formed with thread means for 
engaging the thread means on the container, 

a defiectable release element formed integrally on the exterior 
surface of the container and mounted on said container for 
radial and axial movement relative to said container, 

a lug mounted on said release element and extending upwardly 
toward the open end of the container, and 

stop means between said deflectable release element and said 
container exterior surface, said stop means being spaced from 
each other when said deflectable release element is unde- 
flected toward the container exterior surface and being 
brought into abutment when said deflectable release element 
is deflected toward said container exterior surface for limiting 
deflection of said release element toward said container exte- 
rior surface and away from said open end. 


6,039,196 

TAMPER INDICATING CHILD-RESISTANT CLOSURE 
Len Ekkert, Naperville; Albert R. Miller, Hinsdale, and 

Bridgett Zemlo, West Chicago, all of Ill., assignors to Phoe- 

nix Closures, INc., Naperville, Ill. 

Filed Jun. 30, 1998, Appl. No. 107,601 
Int. Cl.’ B6SD 41/34;55/02 

U.S. Cl. 215—216 13 Claims 

1. A child resistant closure for use with an associated container, 
the container having a finish having an interference member 
extending therefrom, the closure comprising: 


GENERAL AND MECHANICAL 


a circular top wall portion, and an annular skirt portion depend- 
ing from said top wall portion, said skirt portion having an 
edge region spaced from said top wall portion, said closure 
defining a longitudinal axis therethrough; 
least one pivotal release tab extending from said skirt portion, 
said release tab being pivotal about an axis that is generally 
perpendicular to said closure longitudinal axis, said at least 
one release tab having a container engaging element and 
being spaced from and connected to said skirt portion by a 
hinge, said hinge extending between said tab and said skirt 
portion proximal to said edge region, said at least one tab 
being pivotable between an engaged position wherein said 
container engaging element engages the container interference 
member when said closure is engaged with the container to 
maintain the closure thereon, and a disengaged position 
wherein said container engaging element disengages from the 
container interference member to remove said closure from 
the container; and 

a tamper-indicating band connected to said skirt portion at about 
said end region by a plurality of frangible connectors, said 
band being connected to said closure and positioned in over- 
lapping relation to at least a portion of said at least one tab to 
limit pivoting of said at least one tab when said tamper- 
indicating bands is connected to said skirt portion and over- 
lying said portion of said at least one tab, said band being 
removable from said closure to permit pivoting said at least 
one tab and to permit removal of said closure from the 
container. 


6,039,197 
METHOD AND APPARATUS FOR SECURING THE SAME 
HINGED LID ASSEMBLY TO EACH OF A PLURALITY 
OF DIFFERENT CONTAINERS 
Morris Braun, Chicago, Ill., assignor to Kenall Manufacturing 
Co., Chicago, Ill. 

Continuation-in-part of application No. 08/668,864, Jun. 24, 
1996, abandoned. This application Mar. 12, 1998, Appl. No. 
41,412. 

Int. Cl.’ B65D 43//6;47/08 


U.S. Cl. 215—228 2 Claims 


1. The method of employing, selectively, an adapter of a series 
of different adapters, with the same molded hinged lid assembly 
functioning as a closure for each of a group of selectable different 
containers, each of the containers having an integrally-formed, 
open-top neck, each container being characterized in that it has a 
different body shape and physical configuration, 

said method comprising the steps of: 

providing a different adapter for each of the different containers, 

each adapter having the same upper zonal sector, but each 
adapter having a different base sector, 
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configuring each adapter at the base sector thereof so as physi- 
cally to conform to one of the shapes and configurations of 
the different containers, for surmounting and coupling func- 
tionally with the open-top neck of one of the different con- 
tainers, thereby lockingly establishing a fluid-tight seal there- 
with, 

configuring each adapter to define an identical top wall sur- 
mounting the upper zonal sector of each adapter, and forming 
the top wall of each adapter with a through opening commu- 
nicating with the open-top neck of each container and estab- 
lishing a passageway for discharging therethrough material 
stored in and to be dispensed from the container, 

further configuring each adapter at its upper zonal sector thereof 
for lockingly receiving therewithin and for pivotally support- 
ing thereon the same molded hinged lid assembly for selec- 
tively sealing and opening the opening in the top wall of each 
said adapter, 

providing the lid assembly with a lid and hinge assembly for 
surmounting and coupling with each said adapter of the 
different adapters at each upper zonal sector thereof in fluid- 
tight interlocking engagement therewith, 

the method being characterized in that the same, hinged lid 
assembly is used, without modification, with each container of 
the series of differently configured containers through each 
said adapter of the series of different adapters, each said 
adapter being interposed between to couple each correspond- 
ing specific container with the same hinged lid assembly. 

2. A separate, selectable, different adapter of a series of different 
adapters for use in combination with a given respective selectable 
corresponding different container of a series of different containers, 
the combination comprising: 

a container selectable from a series of containers, each of the 
series of containers having a different body configuration, 
each said container having an integrally formed neck open at an 

upper extremity thereof for introduction of product into and 
for discharging therefrom of product stored in said container, 
an adapter selectable from a series of different adapters, 

each said adapter being integrally formed with a cap including a 
cover plate, and each said cover plate being formed with a 
discharge port, 

each said cover plate being formed with a depending skirt 
having a means for lockingly engaging said neck of each said 
different container of said series of containers, 

a plurality of hinged lid assemblies, each of said hinged lid 
assemblies having the same shape and configuration, 

each said cover plate of each said adapter being formed with a 
downwardly projecting slot for securement of said hinged lid 
assembly therewithin, 

each said hinged lid assembly to overlie and to couple with each 
said adapter of the series of different adapters, each said 
adapter of the series of different adapters being operable to 
surmount each said container of the series of selectable cor- 
responding different containers, 

each said lid assembly including a lid having a top wall and a 
plug on an underside of said wall, for entry into each said 
discharge port in each said adapter to control discharge there- 
through of material stored in each said container, 

locking means carried by each said lid assembly for selectively 
securing each said lid assembly on each said different adapter 
of each corresponding said different container, 

a living hinge integrally formed with each said lid at a lower 
sector thereof for facilitating pivotal opening and closing of 
each said lid assembly, 

each said locking means of each said lid assembly including a 
flange integrally formed with said top wall of said lid for 
insertion downwardly into said slot in said cover plate of each 
said adapter, 

each said flange being formed at a lower extremity thereof with 
an internal, inwardly-directed lug for engaging and for lock- 
ing beneath said depending skirt of each said adapter adjacent 
a base of said slot formed in said cover plate. 
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6,039,198 
PIERCE AND CUT CLOSURE 
Steven R. Wolfe, Maumee, and James G. Mierzwiak, Toledo, 
both of Ohio, assignors to Owens-Illinois Closure Inc., 
Toledo, Ohio 
Filed Nov. 24, 1998, Appl. No. 198,253 
Int. Cl.’ B65D /7/44 


U.S. Cl. 215—228 9 Claims 


1. A closure for application to a mouth of a container, the 
container being sealed by a thin, sevearable membrane applied to a 
rim at the mouth of the container and having closure engaging 
means projecting outwardly from a neck portion of the container at 
a location below the rim for permitting the closure to be remove- 
ably attached to the container, the closure comprising: 
an annular skirt having first and second annular ends; 
a planar top panel member within said annular skirt and extend- 
ing perpendicularly with respect to said annular skirt; 

container engaging means projecting inwardly from said annular 
skirt at a location between said first annular end and said top 
panel member for engaging the closure engaging means of the 
container; and 

thin film severing means projecting perpendicularly from said 

top panel member toward said second annular end of said 

annular skirt, said thin film severing means being spaced 

inwardly from said annular skirt and comprising; 

an arcuate shoulder having an arcuate extent of less than 360° 
for engaging the thin, severable membrane on the container 
when the closure is applied to the container with the film 
severing means facing toward an interior of the container, 
said arcuate shoulder being adapted to tighten a portion of 
the thin, severable membrane in engagement therewith, and 

a sharp cutting element projecting axially outwardly from said 
arcuate shoulder at a location between opposed ends of said 
arcuate shoulder; 

said closure being freely rotatable with respect to the mouth of 

the container when said closure is applied to the mouth of the 
container with said thin film severing means facing toward the 
interior of the container with the rim of the container centered 
between said arcuate shoulder and said annular skirt to permit 
the sharp cutting element to pierce and cut the thin, severable 
membrane when said closure is rotated with respect to the 
mouth of the container. 


6,039,199 
SCREW CAP 
Hans Ulrich Jordi, Oberdiessbach, Switzerland, assignor to 
Neopac AG, Oberdiessbach, Switzerland 
Continuation of application No. PCT/IB96/00405, May 6, 
1996. This application Dec. 17, 1998, Appl. No. 216,750. 
Int. Cl.’ B65D 39/08;41/34 
U.S. Cl. 215—254 2 Claims 
1. Screw cap for closure of a container, said screw cap having a 
screw cap body and a safety seal device with a continuous band 
section and a tear-off strip joined to it, said band section containing 
inner locking elements on its inside each with a leading slope and 
a locking surface said container having outer locking elements that 
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two lid attaching assemblies pivotally connected to the upper 
12 13 18 11 end of said two vertical push rods. 


6,039,201 

REINFORCING FLANGE FOR UNDERGROUND SUMP 

James Kesterman, Cincinnati, and David Pendleton, Fairfield, 
both of Ohio, assignors to Delaware Capital Formations, 
Inc., Wilmington, Del. 

/ \ Filed Sep. 26, 1997, Appl. No. 938,401 
32 25 26 22 233 Int. Cl.’ B6SD 25/00 
U.S. Cl. 220—484 16 Claims 


mesh with the inner locking elements when container is closed and 

are arranged along the outer periphery at its opening, said band 36-4 

section being joined to the screw cap body via first breakaway f 

webs, said inner locking elements being joined via first spring 

elements to the first breakaway webs, characterized by the fact that 

the tear-off strip is joined via additional breakaway webs to the 

continuous band section and that the inner locking elements 

arranged in the region of the tear-off strip are joined via additional 

spring elements to the additional breakaway webs, in which the 

rupture strength of the first breakaway webs is higher than the 

rupture strength of the additional breakaway webs further charac- 

terized by the fact that the continuous band section has circular 

arc-shaped and U-shaped sections arranged in alternation, in which 

each U-shaped section has a first and a second arm, said arms : 

being joined to each other via a base section, and that each first 32 

arm is designed in one piece with one of the inner locking 

elements, each second arm is designed in one piece with one of the 1. A reinforced container for receiving and storing fluids, com- 

first breakaway webs and each base section is designed in one prising: 

piece with one of the additional breakaway webs. a bottom; 

at least one will extending upwardly with respect to the bottom, 
the at least one wail and bottom forming an al least partially 
enclosed space; 

at least one upper wall extending upwardly with respect to the at 








6,039,200 
LEG OPERATED TRASH BARREL LID CONTROLLER raceerigeticn esp OE cae 
Francis L Armor, 5361 Berkeley Ave., Westminster, Calif. a flange connected to either the exterior or interior of the at least 
92683 one wall and connecting the at least one wall to the at least 
Provisional application No. 60/010,639, Jan. 26, 1996. This one upper wall; : a 
application Jan. 16, 1997, Appl. No. 783,437. the flange having an exterior surface comprising an upper sur- 
Int. Cl.” BOSF 1/16 face connected to the at least one upper wall, a lower surface 
US. Cl. 220—263 5 Claims connected to the at least one wall, and a side surface connect- 
ing the upper surface and the lower surface; an interior 
portion; and at least one cavity at least partially extending into 
the interior portion of the flange from the upper surface. 


6,039,202 
COOLER INSERT SYSTEM 
Todd Olstad, and Marvel Olstad, both of P.O. Box 747, New 
Glarus, Wis. 53574 
Filed Dec. 3, 1997, Appl. No. 984,707 
Int. Cl.’ B65D 25/06 
U.S. Cl. 220—533 12 Claims 


1. A separate, self contained, trash barrel lid controller compris- 
ing: 

a platform base on which are mounted two pylons, each support- 
ing a journal at the top which function as fulcrums, 

a lever mechanism having a pivotal axis supported by said 
journals of said two pylons, rigidly attached at it’s center 
portion at right angles to a leg operated lever, and rigidly 
attached at its outer ends to two lifting arms at right angles 
which extend in a direction essentially opposite to said leg 
operated lever, 

two vertical push rods pivotally connected at their lower ends to 1. A cooler insert system comprising: 
the outer ends of said two lifting arms and each having an _—an open-sided, main frame structure including an end wall and 
attaching hole at the upper end, two opposed side walls, said end wall and said two opposed 
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side walls each having an opening formed therethrough, said 
two opposed side walls having three pairs of divider screen 
guide channels; 

a snap fit, hinged frame panel that is simultaneously snap fittable 
to an end of each of said two opposed sidewalls of said frame 
structure to form an open topped box with said main frame 
structure; and 

three divider screens, each divider screen being insertable into 
one pair of said three pairs of divider screen guide channels of 
said main frame structure to divide said interior of said main 
frame structure into insert compartments. 





6,039,203 
COMBINATION TOOL BOX AND FUEL TANK 
Michael E. McDaniel, 4 Remington, Lewisville, Tex. 75067 
Filed Oct. 10, 1996, Appl. No. 722,451 
Int. Cl.” B65D 85/00 


US. Cl. 220—562 13 Claims 


1. A combination pressurized fuel tank/tool box for a vehi- 
cle,comprising: 

a first container; 

a second independent container in said first container for holding 
a pressurized fuel, and having inlet and outlet valves; 

a compartment container; 

at least one tray mounted in said compartment for holding tools; 
and 

a recessed area in said first container for providing protective 
access to said inlet and outlet valves on said second container. 





6,039,204 
EXTRUSION-BLOW MOLDED CONTAINER HAVING 
CYLINDRICAL BODY AND METAL MOLD FOR 
PRODUCING THE SAME 
Hiroshi Hosokoshiyama; Masashi Yoneyama; Makoto 
Busujima; Hiroaki Tokuda, all of Tokyo; Naohito Osuga, 
Tochigi, and Kouji Tashiro, Nasu-Gun, all of Japan, assign- 
ors to Yoshino Kogyosho Co., Ltd., Tokyo, Japan 
PCT No. PCT/JP97/01854, § 371 Date Jan. 28, 1998, § 102(e) 
Date Jan. 28, 1998, PCT Pub. No. WO97/45245, PCT Pub. 
Date Dec. 4, 1997 
PCT Filed May 30, 1997, Appl. No. 161 
Claims priority, application Japan, May 30, 1996, 8-158847 
Int. Cl.’ B65D 1/00 
U.S. Cl. 220—623 6 Claims 
1. A cylindrical extrusion-blow molded container, characterized 
in that a bottom seal section in a bottom wall of a bottom is formed 
with an elliptic thick and raised section arranged in and near the 
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bottom seal section, said elliptic thick and raised section approxi- 
mately showing an ellipsoid having an elliptic contour with its 
major axis running along a parting line. 





6,039,205 
ERGONOMIC HAND-HELD SHOPPING BASKET 

Christopher M. Flink, 175 Pfeiffer St., Apt. 4, San Francisco, 

Calif. 94133 

Provisional application No. 60/028,818, Oct. 17, 1996. This 

application Oct. 16, 1997, Appl. No. 951,828. 
Int. Cl.” B6SD 21/032 

U.S. Cl. 220—659 


1. A hand-held basket comprising: 

a bottom, a proximal side wall, a distal side wall, and two end 
walls defining a cavity, wherein the side walls and end walls 
have an outwardly-turned peripheral top edge forming a lip, 
the lip being extended downward along a portion of the 
proximal side wall a distance greater than the lip extends 
downward along the end walls to form a cushion portion, the 
cushion portion defining a smoothly curved surface of which 
the lower edge is an extension of the lip. 





6,039,206 
STABILE CUP AND MUG HOLDER 

Stephen Michael DeFrancesco, New Haven, Conn., assignor to 

Stephen M. DeFrancesco, New Haven, Conn. 
Filed Jun. 9, 1999, Appl. No. 328,358 
Int. Cl.’ B65D 21/02 

U.S. Cl. 220—737 2 Claims 

1. A beverage container holder comprising: 

a body having a cylindrical sidewall and a bottom wall, said 
sidewall having a top edge and a plurality of circumferentially 
spaced openings adjacent to said bottom wall, 

a plurality of stabilization legs extend radially through said 
openings in said sidewall, said legs each having inner ends, 
said openings allowing for the sliding movement of said legs 
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therethrough between an inwardly extending stored position 
and an outwardly extending protruding position, 

a plurality of flexible bands each having an upper end and a 
lower end, said lower ends of said flexible bands are attached 
to said stabilization legs at the inner ends thereof and said 
upper ends of said flexible bands are attached to said sidewall 
adjacent to said top edge, the bands are biased inwardly at 
their lower ends and the attached legs are also biased towards 
said inwardly stored position when the holder is empty, said 
bands are adapted to move outwardly upon the placement of a 
beverage container into said body through said top edge, the 
outer sides of the beverage container push outwardly against 
said lower ends of said flexible bands and the stabilization 
legs are moved outwardly to said protruding position. 


6,039,207 
LIDDED INSULATOR FOR A BEVERAGE CONTAINER 
Thad R. Adamek, 945 Duncan Rd., South Daytona, Fla. 32119 
Filed Jul. 17, 1998, Appl. No. 118,114 
Int. Cl.’ B65D 25/00;25/30 


U.S. Cl. 220—739 11 Claims 


1. A lidded insulator for a beverage container comprising an 
insulator lid hingedly attached to an insulator body by means of a 
hinge, said insulator lid comprising an insulator top ring attached 
to an exterior side wall of said insulator lid, said insulator top ring 
having an insulator top ring bore, an axis of symmetry of said 
insulator top ring bore being substantially parallel to a line tangent 
to said insulator lid exterior wall and substantially perpendicular to 
an axis of symmetry of said beverage container, whereby a con- 
sumer may grip said insulator body with one hand, introduce at 
least one digit of said hand into said insulator top ring bore, and 
open or close said insulator lid using only one hand. 


GENERAL AND MECHANICAL 


6,039,208 
VARIABLE DAY START TABLET DISPENSER 
Lawrence E. Lambelet, Jr., Flemington, N.J., assignor to Ortho 
Pharmaceutical Corporation, Raritan, N.J. 
Continuation-in-part of application No. 08/668,593, Jun. 19, 
1996, Pat. No. 5,799,821, which is a continuation of applica- 
tion No. 08/282,950, Jul. 29, 1994, Pat. No. 5,562,231. This 
application Mar. 16, 1998, Appl. No. 39,945. 
Int. Cl.’ GO6F 1/1/66 


U.S. Cl. 221—25 8 Claims 


1. A tablet dispenser component system comprising: 

a circular tablet package comprising a plurality of sequentially 
arranged collapsible tablet pockets each containing a tablet 
arranged substantially circularly about the package; 
base support comprising a single tablet dispenser aperture 
therein and oriented to receive the tablet package in only one 
position of positive engagement thereon whereby a designated 
tablet of the tablet package is provided over the single tablet 
dispensing aperture; 

each of said tablet package and base support having gears 
associated therewith, said gears on said package mateable 
with said gears on said base support; 

means for rotating the circular tablet package about the base 
support around a center axis portion of the base support to 
locate tablets in the sequentially arranged tablet pockets of the 
tablet package over the tablet dispensing aperture for dispens- 
ing therefrom; and 

means for adapting said package to said base support so that any 
number of dosages in said package which are a whole number 
multiple of a predetermined plurality of days may be engaged 
with said base support; 

each of said tablet package and base support having gears 
associated therewith, said gears on said package mateable 
with said gears on said base support; and 

wherein said means for adapting comprising providing said 
gears associated with said base support capable of accepting 
said base support capable of accepting a multiple configura- 
tion of gears on said tablet package, so as to represent 
multiple regimens of medication. 


6,039,209 
AMPULE FEEDER 
Shoji Yuyama, and Yasuhiro Shigeyama, both of Toyonaka, 
Japan, assignors to Kabushiki Kaisha Yuyama Seisakusho, 
Osaka, Japan 
Filed Mar. 24, 1998, Appl. No. 46,641 
Claims priority, application Japan, Mar. 25, 1997, 9-072042 
Int. Cl.’ B23Q 7//2 
U.S. Cl. 221—171 8 Claims 
1. An ampule feeder comprising: 
an ampule container having a bottom plate that is inclinable in 
one direction about an axis extending along one edge of said 
bottom plate, said container being capable of randomly 
accommodating a plurality of ampules; 
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an ampule receiver vertically movable along a side wall of said 
ampule container, said ampule receiver being provided adja- 
cent said one edge of said bottom plate and having a top 
surface substantially as wide as an ampule diameter for 
receiving ampules and arranging them in order; 

a dispenser for discharging ampules on said top surface of said 
ampule receiver in a direction in which ampules on said top 
surface are arranged; and 

a controller for detecting ampules discharged by said dispenser 
and increasing an inclination angle of said bottom plate if no 
ampules are discharged for a predetermined time period. 





6,039,210 
CONTAINER SYSTEM AND METHOD OF USE 
Brian Lee Flowers, Los Angeles, Calif., assignor to Gallopac 


Industries Inc., Los Angeles, Calif. 
Filed Apr. 6, 1998, Appl. No. 55,533 
Int. Cl.’ GOIF 11/00 
U.S. Cl. 222—1 


1. A container system, comprising: 

a bladder; 

a pouring spout; 

a holder; 

said bladder rolled around said pouring spout and inserted into 
said holder; and, 

said bladder having a flexible carrying handle. 

2. A method for providing a pouring container, comprising the 

steps of: 

providing a bladder and a pouring spout, said bladder rolled 
around said pouring spout; 

providing a holder, said rolled bladder disposed within said 
holder; 

removing said rolled bladder from said holder; 

unrolling said bladder; 

filling said bladder with a liquid; and, 

connecting said pouring spout to said filled bladder so that said 
pouring spout outwardly projects from said bladder. 
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6,039,211 
POSITION TRIGGERED DISPENSER AND METHODS 
Joseph A. Slater, and Sam Chan, both of San Jose, Calif., 
assignors to Glaxo Wellcome Inc., Research Triangle Park, 
N.C. 
Filed Sep. 22, 1998, Appl. No. 158,326 
Int. Cl.’ GOIF ///00 


U.S. Cl. 222—1 36 Claims 
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1. A method for dispensing a liquid, comprising: 

providing a plate having a plurality of wells; 

providing at least one marker that is spaced apart from the wells; 

moving the plate and the marker relative to a plurality of liquid 
dispensing elements; 

sensing the presence of the marker with a non-contact sensor 
that is disposed at a known location relative to the dispensing 
elements, wherein sensing of the marker indicates that at least 
some of the wells are aligned with the dispensing elements; 
and 

dispensing liquid from the dispensing elements and into the 
aligned wells upon sensing the presence of the marker. 





6,039,212 
AEROSOL DISPENSER 
Jaswinder Singh, Woodstock, Ill., assignor to CCL Industries 
Inc., Willowdale, Canada 
Filed Feb. 20, 1998, Appl. No. 27,445 
Int. Cl.’ B67D 5/24 
U.S. Cl. 222—30 








1. An aerosol dispenser comprising: 

a housing adapted to accommodate an aerosol container; 

a spray mechanism communicating with said aerosol container 
and being actuable to dispense an aerosol spray of material 
from said aerosol container; and 

a controller to actuate said spray mechanism, said controller 
including a wireless communication receiver to receive opera- 
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tion information from a remote source transmitted over a 
wireless communication link and a central processing unit in 
communication with said wireless communication receiver 
and said spray mechanism, said central processing unit 
including a clock and memory storing operation settings and 
an operation routine executed by said central processing unit, 
said operation settings determining selected intervals at which 
said spray mechanism is actuated and the duration of actua- 
tion, said operating settings being accessed by said central 
processing unit during execution of said operation routine and 
being remotely programmable by said remote source via said 
wireless communication link. 





6,039,213 
HAND-HOLDABLE, REUSEABLE CONTAINERS a support frame removably attached to the container and the 
Mark A. Sloan, and Jack C. Sloan, both of 2552 E. Alameda, material discharge opening, the support frame supporting a 
Unit 118, Denver, Colo. 80209 plurality of containers. 
Filed Sep. 3, 1996, Appl. No. 711,323 
Int. Cl.’ B67D 5/32 
U.S. Cl. 222—39 20 Claims 





6,039,215 
DUAL PRODUCT PUMP DISPENSER WITH MULTI- 
OUTLET CLOSURE FOR PRODUCT SEPARATION 
Raymond Charles Bell, West Chester, Ohio, assignor to The 
Procter & Gamble Company, Cincinnati, Ohio 
Filed Jun. 12, 1998, Appl. No. 94,538 
Int. Cl.’ B67D 5/52 
U.S. Cl. 222—137 10 Claims 











1. A hand-holdable after-shave lotion container comprising a 

body that simulates the anatomical features of a pig and wherein a 

head of said pig has a first opening in its nose region for dispensing 

after-shave lotion from the container and wherein said nose region 

has threads for removably attaching a threaded, flow through, 

nose-simulating cap to the nose region and wherein a spine region 

of said pig is further provided with a slot-like second opening that 1. A dispensing pump for dispensing a plurality of fluids simul- 

is sealed with a compression fitting plug having a gripping tab such taneously but separately through a spout, said dispensing pump 

that the slot-like opening is sealed while the container is used to COMprising a discharge spout having a plurality of discharge ori- 
fices and a closure associated with said spout for closing said 

discharge orifices, said closure being sized and adapted to seal all 


dispense the after-shave lotion contained therein and thereafter 
permanently unsealed by pulling on said finger-grippable tab and discharge orifices and further including at least one plug seal for 
thereby removing said plug from said slot-like opening such that sealing at least one respective discharge orifice but having fewer 
said opening can pass coins into a torso region of said pig. plug seals than discharge orifices. 








6,039,216 
POSITIVE DISPLACEMENT MULTICHAMBER PUMP 
nec DISPENSER 
MATERIAL DISPENSING SYSTEM Bruce Cummings, New York, N.Y., assignor to Colgate- 
Frank W. Hewett, 17535 Noll Rd. NE., Poulsbo, Wash. 98370 Palmolive Company, New York, N.Y. 
Provisional application No. 60/060,439, Sep. 30, 1997. This Provisional application No. 60/070,540, Jan. 6, 1998. This 
application Sep. 25, 1998, Appl. No. 161,024. application Dec. 18, 1998, Appl. No. 215,117. 
Int. Cl.’ B65D 35/24 Int. Cl.’ B67D 5/52 


U.S. Cl. 222—93 29 Cate 0S GC. 7-557 - 27 Canes 
1. A multichamber pump dispenser comprising a upper portion 


1. A material dispensing system comprising: and a base portion, said upper portion comprising an upper shroud 
a container having a top and bottom; and a cartridge having a plurality of chambers, each chamber 
a material discharge opening attached to the container; having an upper end and a lower end, the upper end of each 
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chamber connected by a delivery channel to an exit nozzle and 
another end of each said chambers closed by a piston adapted for 
slideable movement within each of said chambers, said upper 
shroud at least partially surrounding said plurality of chambers and 
having a plurality of transverse projections thereon, a lower portion 
comprising a base and a plurality of upwardly projecting rams, 
each of said rams arranged for contact with one of said pistons, and 
a lower shroud surrounding said rams, said lower shroud having a 
plurality of longitudinal ribs on an inner surface thereof adapted to 
contact said plurality of transverse projections when said upper 
shroud is interfitted into said lower shroud. 





6,039,217 
APPARATUS AND METHOD FOR THERMOPLASTIC 
MATERIAL HANDLING 
W. Harrison Faulkner, III, Salinas; David Bullock; Dennis 
DeGray, both of Pacific Grove, and Neil Sarasohn, Aptos, all 
of Calif., assignors to Nordson Corporation, Westlake, Ohio 
Filed Apr. 7, 1998, Appl. No. 56,601 
Int. Cl.’ B67D 5/63 
U.S. Cl. 222—146.5 


1. Thermoplastic material melting and dispensing apparatus 

comprising: 

a hopper having an open upper end for receiving thermoplastic 
material to be melted and a lower end including a thermoplas- 
tic material outlet for discharging melted thermoplastic mate- 
rial, 

a heating element disposed generally at the lower end of the 
hopper for melting the thermoplastic material, 

a lid mounted adjacent the open end of the hopper and movable 
between an open position suitable for loading the thermoplas- 
tic material into the hopper and a closed position for melting 
and dispensing the thermoplastic material, and 

pressure release structure connected with the lid and operative to 
allow movement of at least a portion of the lid to a venting 
position to release a build-up of gas pressure from within the 
hopper, and 
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a gas purging system, wherein the gas purging system com- 
prises: 
a gas inlet and a gas outlet communicating with an air space 
in an upper interior portion of the hopper, and 
a pressure sensing device connected to the gas outlet for 
sensing a pressure of the gas with the upper interior portion 
of the hopper. 





6,039,218 
TAMPER-EVIDENT CLOSURE WITH ABUTMENT 
Matthew R. Beck, Bloomingdale, Ill., assignor to Innovative 
Plastic Technology, Inc., Austin, Tex. 
Filed Jan. 11, 1999, Appl. No. 228,131 
Int. Cl.’ B67D 5/37 


U.S. Cl. 222—153.06 20 Claims 


1. A tamper-evident closure construction for use with a container 
of the type having a neck with a discharge opening therein, 
comprising: 

a base cap engageable with the container neck and having a first 

stop surface thereon, and 

an overcap having a flexible and resilient portion connected to 

the base cap in an initial position by a tamper-evident connec- 
tion which is severable to permit movement of said overcap 
from said initial position to a second position, 

said overcap having a second stop surface thereon engageable 

with the first stop surface when the overcap is in the second 
position for preventing return of the overcap to its initial 
position. 





6,039,219 
LIQUID DISPENSING SYSTEM FOR A REFRIGERATOR 
Lanae E. Bach, and Joseph Bach, both of 17460 Lakeview Dr., 
Morgan Hill, Calif. 95037 
Filed Jan. 20, 1998, Appl. No. 8,959 
Int. Cl.’ B67D 5/62 


U.S. Cl. 222—160 14 Claims 














1. A liquid dispensing system for use in a household refrigerator 
having a refrigerator compartment door and a freezer compartment 





Marcu 21, 2000 


door, said compartment door configured to accept a disposable 
liquid receptacle, said liquid dispensing system comprising: 
a dispensing bay provided on exterior side of the refrigeration 
compartment door; 
a valve assembly attached to the refrigerator compartment door 
and having a dispensing spout in said dispensing bay; 
an inlet situated on an interior side of the compartment door and 
connectable to the disposable liquid receptacle; 
a rinsing system having a water delivery connection independent 
of said connection to the disposable liquid receptacle; 
wherein said inlet is structured to receive liquid from the dispos- 
able liquid receptacle and provide the liquid to said liquid 
valve. 





6,039,220 
LOW PROFILE ICE DISPENSER 

Ted M. Jablonski, Palatine, Ill.; Michael S. Meyer, Clear Lake; 
David A. Miller, Mason City, both of Iowa; Herman H. 
Martin, Hilliard, Ohio; Kenneth J. Emody, Carol Stream, 
Ill.; Gary S. Levine, Ramsey, Minn., and Peter Tinucci, 
Glendale Heights, Ill., assignors to IMI Cornelius Inc., 
Anoka, Minn. 
Provisional application No. 60/052,113, Jul. 10, 1997. This 

application Jul. 6, 1998, Appl. No. 111,088. 
Int. Cl.’ GOIF 11/20 


U.S. Cl. 222—236 8 Claims 


1. A below counter ice dispenser comprising: 

an ice storage bin located below a level of the countertop for 
retaining a volume of ice therein, 

a first ice lifting mechanism within the ice storage bin and 
operable for lifting ice within the ice storage bin from a 
bottom point thereof to a first level below the level of the 
countertop, 

a second ice lifting mechanism for lifting ice from the first level 
to a second level above the level of the countertop, and the 
second level having an ice dispense point so that operation of 
the first and second ice lifting mechanisms provides for lifting 
ice from the ice storage bin to the dispense point for dispens- 
ing of the ice therefrom. 

2. The dispense as defined in claim 1, and the first ice lifting 
mechanism comprising a rotatively operable disk within the ice 
storage bin and having ice lifting arms extending around an exte- 
rior perimeter thereof for lifting ice from a bottom point of the ice 
storage bin to the first level. 


GENERAL AND MECHANICAL 


6,039,221 
MATERIALS FEEDER EQUIPMENT 

Dilip K. Chatterjee, and Syamal K. Ghosh, both of Rochester, 

N.Y., assignors to Eastman Kodak Company, Rochester, N.Y. 

Division of application No. 08/736,850, Oct. 28, 1996. This 

application Aug. 5, 1998, Appl. No. 129,278. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ GOLF ////0 


U.S. Cl. 222—361 2 Claims 


1. An improved materials feeder equipment, comprising: 

a feeder box having a first opening to receive materials, a base 
having a second opening for releasing said materials, means 
for controllably releasing materials from said second opening, 
and sidewalls surrounding the base for containing the materi- 
als; 

a plate-like surface in sliding contact with the base of the feeder 
box; 

means for slidably moving the feeder box along the plate-like 
surface between a first position and a second position; 

wherein said base has a first-sliding contact portion comprising 
zirconia-alumina ceramic composite composite and said plate- 
like surface has a second-sliding contact portion comprising 
tetragonal zirconia ceramic. 





6,039,222 
VAPOR PERMEABLE PRESSURIZED PACKAGE 
Scott E. Smith, Cincinnati, Ohio, assignor to The Procter & 
Gamble Co., Cincinnati, Ohio 
Filed Feb. 18, 1997, Appl. No. 802,476 
Int. Cl.’ B67D 5/42 
U.S. Cl. 222—386 


1. A spray package, comprising: 

a container having an outlet and defining an interior space; 

a partition dividing the interior space of the container into a first 
compartment for storing a product to be dispensed from the 





2368 


container and a second compartment for storing a propellant 
employed to selectively force the product through the outlet 
of the container; 

the partition including pores selectively permitting a propellant 
vapor to pass from the second compartment to the first com- 
partment, wherein a propellant vapor stored in the second 
compartment moves into the first compartment when the 
container is actuated for dispensing of the product stored in 
the first compartment, wherein the partition is axially move- 
able within the container. 





6,039,223 
BULK LOAD DISPENSER AND METHOD 
John E. Damask, 5204 Springdale Dr., McHenry, Ill. 60050 
Filed Oct. 23, 1998, Appl. No. 178,008 
Int. Cl.’ B67D 5/42 


U.S. Cl. 222—389 17 Claims 


1. A powered bulk load dispenser comprising: 

(a) a frame supporting a tubular housing; 

(b) a driving assembly being mounted at a first end of the tubular 
housing; 

(c) an application hose being mounted at a second end of the 
tubular housing; 

(d) the first end of the tubular housing being oppositely disposed 
from the second end of the tubular housing; 

(e) a power source being operatively connected to the driving 
assembly; and 

(f) the reducing cap having a bleeder valve, in order to release 
pressure and facilitate loading of the powered bulk load 
dispenser. 


6,039,224 
MULTIPLE-ORIFICE DISPENSING SYSTEM WITH 
IMPROVED SEAL 
Milton R. Dallas, Jr., East Troy, and Jeffrey T. Randall, Ocono- 
mowoc, both of Wis., assignors to Aptar Group, Inc., Crystal 
Lake, Ill. 
Filed Dec. 17, 1998, Appl. No. 213,168 
Int. Cl.’ A47G 19/24 
U.S. Cl. 222—565 20 Claims 
1. A dispensing structure for a container that has an opening to 
the container interior, said dispensing structure comprising: 
(A) a body for extending around said container opening and 
having 

(1) an end wall, 

(2) a continuous channel defined in said end wall at least in 
part by an outer seal surface and an inner seal surface 
spaced from said outer seal surface, said channel being 
outwardly open and having a bottom wall, and 

(3) a plurality of spaced-apart dispensing apertures in said 
channel between said outer and inner seal surfaces; and 

(B) a lid with a continuous outer seal wall and a continuous 
inner seal wall spaced from said outer seal wall, said lid being 
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movable between (1) a closed position over said body end 
wall wherein said outer seal wall sealingly engages said body 
outer seal surface and said inner seal wall sealingly engages 
said body inner seal surface, and (2) an open position spaced 
from said closed position. 


6,039,225 
UNUSED HANGER INDICATOR SYSTEM AND METHOD 
THEREFOR 
Roger A. Zimmerman, 1560 E. Silver King Rd., Queen Valley, 
Ariz. 85219 
Filed Jan. 22, 1999, Appl. No. 236,145 
Int. Cl.’ A47G 25/14 


U.S. Cl. 223—85 7 Claims 


20: 


1. An unused hanger indicator system, comprising, in combina- 
tion: 

a structural support point; 

a hanger suspended from said structural support point; 

wherein said hanger comprises: 

an article support having a first side and a second side and 
outside edge wherein each of said first side and said second 
side have substantially equal mass; 

a member adapted to rotatable couple said hanger to said 
structural support point and located substantially at a 
middle point along said hanger between said first side and 
said second side; and 

means for visually indicating that said hanger is not in use; 
wherein said means comprises: 

a weight not extending beyond the outside edges of the hanger 
coupled to said first side so as to impart greater mass to said 
first side than to said second side and wherein said weight 
has sufficient mass to cause said hanger to rotate about said 
structural support point so as to position said second side 
higher than said first side when said article is not present on 
said article support. 
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6,039,226 
PICKUP TRUCK SPARE TIRE MOUNT 
Milton D. Brown, and Barbara A. Brown, both of 500 Fourth 
St. Box 192, Elliot, lowa 51532 
Filed Feb. 24, 1999, Appl. No. 256,825 
Int. Cl.’ B62D 43/02; D62D 43/00 
U.S. Cl. 224—42.24 12 Claims 





whereby said vertical member may be stored within said base 
pan when said apparatus is disassembled; 

a horizontal member having a horizontal member socket, said 
horizontal member socket receiving said upper end of said 
vertical member, said vertical member being removably 
secured in said horizontal member socket by a pin inserted 

? 4 ' through aligned holes in said upper end of said vertical 
i. A spare tive a for a pickup wreck including » bed having ooaie bon said horizontal staan socket, said horizontal 
a floor and upstanding side walls which include upper ends, the member additionally having a plurality of support arms, each 
upper ends having inwardly extending flanges connected thereto, said support arm having a first end and Ps anna pry ouch 
cs E : ; . said first end being permanently connected to said horizontal 
a lower unit including a base portion having an underside member and spaced along said horizontal member at a suffi- 
configured for engagement with the floor and a substantially cient distance to accommodate the upper end of a vertically 
planar upper surface and having a rod with an upper end standing golf bag between adjacent support arms, and each 
secured thereto which extends upwardly therefrom; said second end having a means providing a point of attach- 
an upper unit including a substantially vertically disposed, hol- ment for a constraining means, whereby the golf bag is kept 
low sleeve having upper and lower ends, and a bracket means securely in place between two said adjacent support arms, 
secured to said sleeve at the upper end thereof, said sleeve said horizontal member having a length no greater than the 
being adjustably mounted on said upper end of said rod; — maximum possible distance between any two arbitrarily cho- 
securing means adjustably mounted on said rod below said sen points on said vertically extending wall, whereby said 
sleeve for selectively limiting the movement of said sleeve horizontal member may be stored within said base pan when 
with respect to said rod; ; : said apparatus is disassembled; and 
a collar selectively vertically mounted on said sleeve and having a trailer hitch shank permanently affixed to said base pan and 
a bolt secured thereto K which extends laterally therefrom adapted for insertion into the vehicle trailer hitch receptacle, 
whereby the upward adjustment of said securing means on said trailer hitch shank being removably secured thereto by a 
said rod causes said bracket means to be moved into engage- pin passing transversely through coaxial holes in said trailer 
ment with the flange on a side wall of the bed; and hitch shank and the vehicle trailer hitch receptacle. 
a substantially vertically disposed spare tire which is mounted 
on said bolt and supported upon said upper surface of said 
base portion. 


6,039,228 
CARRIER FOR A TRAILER-HITCH RECEIVER WITH 

IMPROVED PIN LOCK 

6,039,227 John P. Stein, 14087 State Hwy. 15, and J. Dean Hendrickson, 
GOLF BAG TRANSPORTATION APPARATUS FOR 34050 732 Ave., both of Kimball, Minn. 55353 
MOTOR VEHICLES Filed Oct. 30, 1998, Appl. No. 183,713 

Samuel Ray Stark, P.O. Box 1359, Lexington, Okla. 73051 Int. Cl.’ B6OR 9/08;9/06 

Provisional application No. 60/102,746, Oct. 2, 1998. This U.S. Cl. 224—532 20 Claims 
application Dec. 18, 1998, Appl. No. 216,159. 0 
Int. Cl.’ B6OR 9/00 
U.S. Cl. 224—521 4 Claims 
1. A first golf bag transportation apparatus adapted for the 
transportation of a golf bag external to a motor vehicle, the motor 
vehicle having a vehicle trailer hitch receptacle, said golf bag 
transportation apparatus comprising the following components: 

a generally rectangular base pan having a vertically extending 
wall affixed to its perimeter and having a vertically oriented 
base pan socket; 

a vertical member having an upper end and a lower end, said 
lower end being received by said base pan socket and remov- 
ably secured thereto by a pin horizontally inserted through 
aligned holes in said lower end of said vertical member and in 
said base pan socket, said vertical member having a length no 
greater than the maximum possible distance between any two 1. A cargo carrier for a vehicle comprising: 
arbitrarily chosen points on said vertically extending wall, a first support having a first hole transverse to said first support; 
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a means for locking said carrier to said vehicle during cargo 
transport; 

a first rod extending through said first hole and extending 
transverse to said first support for suspending said cargo, said 
first rod having a first end enlarged relative to and adjacent a 
narrower region and a section enlarged and adjacent said 
narrower region but located longitudinally opposite said first 
end relative to said narrower region; 
first sliding keyhole lock having a first keyhole opening 
therein, said first keyhole opening having a first larger diam- 
eter opening through which said first end of said rod will pass 
and a smaller slot opening extending from said first larger 
diameter opening through which said first end of said first rod 
will not pass but through which said adjacent narrower region 
of said first rod will pass; 

said first rod engaged by said first sliding keyhole lock at said 
adjacent narrower region, whereby said first rod is restrained 
extending through said first hole by said sliding keyhole lock. 





6,039,229 
SETTING TOOL 
Norbert Pfister, Montlingen; Mario Grazioli, Chur, both of 
Switzerland, and Gerhard Ehmig, Rankweil, Austria, assign- 
ors to Hilti Aktiengesellschaft, Schaan, Liechtenstein 
Filed Feb. 11, 1999, Appl. No. 248,808 
Claims priority, application Germany, Feb. 11, 1998, 198 05 
442 
Int. Cl.’ B25C 1/]4 
U.S. Cl. 227—10 








1. A setting tool for driving nail-shaped fastening elements into 
hard constructional components, comprising a guide cylinder (5, 
105); a drive piston (6, 106) axially displaceable in the guide 
cylinder (6, 106); a guide housing (7, 107); a slide (73, 173) 
displaceable in the guide housing (7, 107) against a spring-biasing 
force acting in a direction opposite to a setting direction, the slide 
(73, 173) having a pawl (78) cooperating with a stop surface (63) 
provided on the drive piston (6, 106) and pivotable out of an axial 
projection of the drive piston (6, 106) against a biasing force 
applied by a spring member, the pawl (78) having a control profile 
(781) cooperating with an operating cam (13) provided in an end 
region of the guide cylinder (5, 105) opposite to the setting 
direction; and at least one connection channel (10, 110, 150) 
connecting end regions of the guide housing (7, 107) and the guide 
cylinder (5, 105) opposite to the setting direction. 


6,039,230 
ROLL STAPLE AND STAPLE CARTRIDGE STORING 
THE SAME 

Nobuaki Yagi, and Atuyoshi Fujishima, both of Tokyo, Japan, 

assignors to Max Co., Ltd., Tokyo, Japan 

Filed Nov. 18, 1998, Appl. No. 195,204 

Claims priority, application Japan, Nov. 19, 1997, 9-318701; 
Mar. 13, 1998, 10-082862; Mar. 13, 1998, 10-082863; Oct. 27, 
1998, 10-306000 

Int. Cl.’ B27F 7/21; B25C 5/16 

U.S. Cl. 227—120 7 Claims 

1. A staple cartridge for storing a roll staple formed by winding 
a sheet staple in a roll manner, the sheet staple of linear staples 
bonded together in parallel, said staple cartridge comprising: 
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a staple loading chamber receiving the roll staple; 

a staple guide table located downwardly of said staple loading 
chamber; 

a staple guide groove communicating from said staple loading 
chamber to said staple guide table located to feed the sheet 
staple from said staple loading chamber up to a position 
located in front of said staple guide table; 

a lid openably and closably provided on said staple loading 
chamber to be able to replenish the roll staple; 

an opening formed in the width-direction central portion of the 
bottom portion of said staple loading chamber to expose the 
upper surface of said staple guide table therethrough; and 

staple guide portions on the two left and right sides of said 
opening, respectively communicating with said staple guide 
table. 


6,039,231 
ADJUSTABLE ENERGY CONTROL VALVE FOR A 
FASTENER DRIVING DEVICE 
Brian M. White, Riverside, R.I., assignor to Stanley Fastening 
Systems, L.P., East Greenwich, R.I. 

Continuation of application No. 08/245,585, May 18, 1994, 
abandoned. This application Mar. 31, 1997, Appl. No. 
829,615. 

Int. Cl.’ B25C 1/04;5/13 


U.S. Cl. 227—130 15 Claims 


OE 
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1. A pneumatic driving device to be connected with a pressure 
line comprising: 
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a housing assembly including a main body portion defining a 
cylindrical drive chamber therein and a handle portion extend- 
ing transversely from the main body portion for enabling a 
user to manually move the housing assembly in a portable 
fashion, said handle portion defining a pressure reservoir for 
storing a source of air under pressure at a predetermined 
pressure value from the pressure line, said housing assembly 
defining a fastener drive track; 
reciprocal drive piston slidably sealingly mounted in said 
cylindrical drive chamber for movement through repetitive 
cycles each of which includes a drive stroke, during which the 
drive piston is moved through an entire length of said cylin- 
drical drive chamber by a volume of the stored source of air 
under pressure within said pressure reservoir, and a return 
stroke; 

a fastener driving element operatively connected to said piston 
and mounted in said fastener drive track for movement therein 
through a fastener impacting drive stroke in response to the 
drive stroke of the piston and a fastener impacting return 
stroke in response to the return stroke of the piston; 
magazine assembly carried by said housing assembly for 
receiving a supply of fasteners and feeding successive fasten- 
ers into said fastener drive track to be driven therefrom by 
said fastener driving element during the fastener impacting 
drive stroke; 

a power control assembly carried by said housing assembly for 
effecting the fastener impacting drive stroke of said fastener 
driving element; 

a piston pressure chamber communicating with an end of said 
drive chamber; 

a main valve disposed to seal said piston pressure chamber from 
said pressure reservoir and being movable during actuation of 
said pneumatic driving device to a position permitting said 
piston pressure chamber and said pressure reservoir to com- 
municate; 

surfaces defining a passageway within said housing assembly for 
communicating the volume of said stored source of air under 
pressure in said pressure reservoir with said piston pressure 
chamber; and 

a variably adjustable energy control assembly including a mov- 
able structure separate and independently controllable from 
said main valve, said movable structure disposed between 
said pressure reservoir and said piston pressure chamber and 
remaining fixed during said actuation of said pneumatic driv- 
ing device to form a fixed restriction in said passageway 
through which the volume of said stored source of air under 
pressure travels, said movable structure being movable prior 
to said actuation of said pneumatic driving device to variably 
adjust said restriction in said passageway prior to said actua- 
tion, said movable structure being movable with respect to 
said passageway between (1) a maximum energy position 
wherein said restriction in said passageway is opened a maxi- 
mum extent to communicate the volume of said stored source 
of air under pressure with said piston pressure chamber to 
provide maximum energy to said piston during the drive 
stroke of the piston, (2) intermediate energy positions wherein 
said restriction in said passageway is at least partially closed 
in comparison with said maximum energy position thereby 
restricting a flow of the volume of said stored source of air 
under pressure from said pressure reservoir to said piston 
pressure chamber so as to provide intermediate amounts of 
energy to said piston during the drive stroke of the piston 
while the air under pressure is maintained at said predeter- 
mined pressure value, and (3) a minimum energy position 
wherein said restriction in said passageway is opened to a 
minimum extent thereby minimizing the flow of the volume 
of said stored source of air under pressure from said pressure 
reservoir to said piston pressure chamber so as to provide a 
minimum amount of energy to said piston during the drive 
stroke of the piston while the air under pressure is maintained 
at said predetermined pressure value, 

said energy control assembly being selectively adjustable from 
said maximum position to said intermediate positions and to 
said minimum position in instances in which maximum 
energy for the fastener impacting drive stroke is not required 
so as to 1) adjustably reduce an amount of energy absorbed by 
said fastener driving device during said fastener impacting 
drive stroke of the fastener driving element in order to pro- 
long the life of said fastener driving device, and 2) adjustably 
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reduce an amount of energy imparted to said fasteners during 
said fastener impacting drive stroke so as to reduce a depth to 
which said fasteners are driven into a workpiece, without 
requiring a change of said pressure line. 


6,039,232 
LINE FEEDING DEVICE FOR STAPLE GUNS 
David Snover, 600 Ford St., Golden, Colo. 80430 
Filed Jun. 4, 1998, Appl. No. 90,548 
Int. Cl.’ B25C 7/00 


U.S. Cl. 227—150 4 Claims 


1. A detachable line feeding device for a conventional staple gun 
having an upper housing with lateral sides including a trigger 
actuated staple driving mechanism, and a lower housing including 
a staple feeding mechanism and having a rear housing opening and 
a front bottom opening dimensioned to receive a driven staple 
wherein the line feeding device comprises: 

a line feeding unit comprising a housing member including a 
housing receptacle and a housing lid wherein the housing 
receptacle is provided with a line feeding aperture, an axle 
element suspended within the housing member, and a spool 
member rotatably disposed on the axle element and provided 
with a supply of line dimensioned to pass through said line 
feeding aperture; 

detachable means for mounting said line feeding unit in an offset 
fashion adjacent to a selected lateral side of the front of the 
upper housing of the staple gun; and 

a line guide unit including an elongated rod member having a 
first end affixed to the housing member; and a second end 
provided with an eyelet element dimensioned to receive said 
line; wherein the second end is positioned adjacent the rear 
housing opening of the staple gun such that the line can be fed 
from the rear housing opening to the front bottom opening of 
the staple gun. 





6,039,233 
WIRE MESH STAPLER DEVICE 

Robert J. Kalbach, 1543 Marshalton Thorndale Rd., Dowing- 

town, Pa. 19335 
Filed Jun. 25, 1998, Appl. No. 104,818 
Int. Cl.’ B25C 5/00 

U.S. Cl. 227—176.1 3 Claims 

1. A wire mesh stapling device consisting of: 

a handle unit including a pair of mirror image handle members 
pivotally connected to one another wherein each handle mem- 
ber includes an upper arm portion and a lower arm portion 
pivotally connected to one another wherein the upper arm 
portions of each handle member are pivotally connected to 
one another by a fastening element that functions as a pivot 
rod and the lower arm portions are each provided with a jaw 
element; 

wherein each of the upper arm portions of each handle member 
is provided with a hand grip element, an intermediate 
inwardly projecting stop element and a lower inwardly pro- 
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jecting pivot arm; and, wherein the inwardly projecting pivot 
arms are pivotally secured to one another by said fastening 
element; 

a mounting unit including an elongated mounting bracket having 
an upper end operatively connected to the upper arm portions 
of each of the handle members by said fastening element and 
a lower end disposed proximate the jaw elements on the lower 
end of the lower arm portions of each handle member wherein 
the lower end of the mounting unit is provided with a pair of 
opposed recesses; and 

a staple feeding unit including a staple feeding magazine having 
opposite ends and pivotally secured on one end to the lower 
end of the bracket member for feeding individual staples from 
a stick of staples into said jaw elements in the downwardly 
pivoted position and wherein the upper end of the bracket 
member is provided with a clip element that projects out- 
wardly from the fastening element and is dimensioned to 
captively engage the other end of said staple feeding maga- 
zine in the storage position wherein said one end of the 


magazine is provided with a pair of protrusions that are 
dimensioned to be received in said pair of opposed recesses, 
when the staple feeding magazine is moved to an operative 
position. : 





6,039,234 
MISSING WIRE DETECTOR 
Eugene M. Toner, Quakertown, Pa., assignor to Kulicke & 
Soffa Investments, Inc., Wilmington, Del. 
Filed Jun. 16, 1998, Appl. No. 97,792 
Int. Cl.’ B23K 37/00; 13/08;31/00;31/02 


US. Cl. 228—4.5 22 Claims 





1. A device for use with a bonding tool for monitoring the 
presence of a bonding wire before the bonding wire is applied to a 
workpiece, the device comprising: 

generator means for generating an AC signal; 

coupling means for coupling the AC signal to the bonding tool; 

sensing means for sensing a first current of the AC signal and a 

second current from the coupling means; 
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comparing means for comparing a difference between the first 
current and the second current, and generating an output 
signal based on the difference; and 

determining means for determining the presence of bonding wire 
based on the output signal of the comparing means, 

wherein the workpiece is isolated so that the AC signal does not 
conduct through the workpiece. 


6,039,235 
PIPE ALIGNER HAVING FLEXIBLE LINKAGES 


Radoslav Prissadachky, 1301 46th Ave. N., St. Petersburg, Fla. 


33703 
Filed May 29, 1998, Appl. No. 87,060 
Int. Cl.’ B23K 37/00; 1/18;5/22 


U.S. Cl. 228—44.5 











1. A pipe aligner, comprising: 

a first pipe-contacting means adapted to engage a pair of abut- 
ting pipes that are in axial alignment with one another; 

said first pipe-contacting means including a pair of pipe-abutting 
members that are disposed in parallel relation to a common 
longitudinal axis of said pipes and in parallel relation to one 
another; 

a pair of spaced apart flexible link members disposed in inter- 
connecting relation to each pipe-abutting member of said pair 
of pipe-abutting members at opposite ends thereof; 

each flexible link member of said pair of flexible link members 
having its respective opposite ends pivotally engaged to its 
associated pipe-abutting members; 
second pipe-contacting means adapted to engage a pair of 
abutting pipes that are in axial alignment with one another, 
said second pipe-contacting means having a common struc- 
ture with said first pipe-contacting means; 

said second pipe-contacting means adapted to be disposed in 
diametrically opposed relation to said first pipe-contacting 
means to position said abutting pipes in sandwiched relation 
between said first and second pipe-contacting means; 

a pair of releasable fastening means for releasably interconnect- 
ing opposed pipe-abutting members of said first and second 
pipe-contacting means to one another; 

each of said releasable fastening means being provided in the 
form of an elongate bolt that extends between two opposed 
pipe-abutting members and which screw-threadedly engages 
one of them so that tightening of said elongate bolt increases 
a pipe-aligning force created by pulling said diametrically- 
opposed pipe-contacting means toward one another; 

whereby removal of either of said elongate bolts enables pivotal 
movement of said first pipe-contacting means with respect to 
said second pipe-contacting means so that a first pair of pipes 
sandwiched between said first and second pipe-contacting 
means is removable from said sandwiched engagement and a 
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second pair of pipes is introducible into said sandwiched 
engagement in the absence of a need to disengage a second 
elongate bolt of said pair of elongate bolts. 





6,039,236 
REFLOW SOLDERING APPARATUS WITH IMPROVED 
COOLING 
Rolf A. Den Dopper, Roosendaal, Netherlands, assignor to 
Soltec B.V., Netherlands 
Filed Jun. 11, 1997, Appl. No. 872,922 
Int. Cl.” B23K 1/00;31/02;35/38; F27D 15/02 


U.S. Cl. 228—46 8 Claims 











1. Reflow soldering apparatus for the preparation of printed 
circuit boards comprising: 
a plurality of heating compartments connected in series for 


heating printed circuit boards for soldering; 

transporting means for successively carrying the printed circuit 
boards for soldering through the compartments; and 

at least a first and a second cooling compartment connected 
subsequent to the heating compartments for cooling the sol- 
dered printed circuit boards, 

characterized in that 

the first cooling compartment has a first cooling circuit through 
which a first, cooled fluid is circulated, wherein the first 
cooling compartment is adapted to subject the soldered 
printed circuit boards to a first descending temperature gradi- 
ent and wherein the first cooling circuit is an oil circuit; 

the second cooling compartment has a second cooling circuit 
through which a second, cooled fluid is circulated, wherein 
the second cooling compartment is adapted to subject the 
soldered printed circuit boards to a second descending tem- 
perature gradient; and 

the second temperature gradient is steeper than the first tempera- 
ture gradient. 





6,039,237 
HEATING TIP AND METHOD OF MANUFACTURING 
THE SAME 

Masahiko Nakajima; Naoyuki Yamasawa, and Masaru Naka- 

mura, all of Saitama, Japan, assignors to Nakajima Cooper 

Works, Inc, Japan 

Filed Oct. 1, 1998, Appl. No. 164,581 
Claims priority, application Japan, Oct. 1, 1997, 9-283188 
Int. Cl.’ B23K 3/00 

U.S. Cl. 228—51 2 Claims 

1. A heating tip in which an insertion cavity is formed in a tip 
substrate made of one of copper and copper alloy for insertion and 
containment of a heat generating portion, said cavity extending in 
a longitudinal direction, wherein the inner wall circumferential 
surface of the insertion cavity circumscribing said longitudinal 
direction is formed into a non-circular diametrical cross sectional 
shape which is identical with a non-circular diametrical cross 
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sectional shape on the outer circumferential surface of the heat 
generating portion circumscribing said longitudinal direction. 





6,039,238 
ELECTRICAL CONNECTION METHOD 
Stylianos Panaghe, Smith House, Stocks Lane, Over Peover, 
Knutsford, Cheshire, United Kingdom, WA16 8TW 
PCT No. PCT/GB95/02626, § 371 Date Sep. 19, 1997, § 102(e) 
Date Sep. 19, 1997, PCT Pub. No. WO96/17405, PCT Pub. 
Date Jun. 6, 1996 
PCT Filed Nov. 10, 1995, Appl. No. 849,209 
Claims priority, application United Kingdom, Nov. 26, 1994, 
9423921 
Int. Cl.’ B23K 20/10; 103/18 


U.S. Cl. 228—110.1 6 Claims 


1. A method of securing a first terminal to one of a second 
terminal or a terminal pad on a heater track on a ceramic or metal 
substrate, the method comprising: 

providing the heater track on a ceramic or metal substrate; 

providing the second terminal or terminal pad on the ceramic or 

metal substrate; 

holding the first terminal on the second terminal or terminal pad; 

and 

applying friction at high frequency to the terminal and terminal 

pad to join the terminal and terminal pad together. 





6,039,239 
METHOD OF MANUFACTURING STRUCTURAL PARTS, 
PARTICULARLY FOR USE IN AIRCRAFT 
Alan Derek Collier; Stephen Harold Johnston, and John East- 
ham, all of Balderstone, United Kingdom, assignors to Brit- 
ish Aerospace PLC, Farnborough, United Kingdom 
Division of application No. 08/573,970, Dec. 15, 1995, Pat. No. 
5,809,737. This application Nov. 26, 1997, Appl. No. 979,149. 
Claims priority, application United Kingdom, Dec. 16, 1994, 
9425447 
Int. Cl.” B23K 20/02;31/00 
U.S. Cl. 228—157 3 Claims 
1. A method of forming a structural member having a central 
member and at least one cantilever rib extending from the central 
member, which method comprises: 
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forming a stack or pack comprising the central member and at 
least one sheet of superplastically formable material, 

bonding the member and the superplastic sheet together around 
the perimeter of at least one area, the interface between the 
member and the sheet in the area including stopping-off 
material, 

superplastically forming the sheet by injecting inert gas into the 
area to form a composite structure comprising the member 
and the superplastically-formed sheet that together form at 
least one closed cell comprising side walls and an outer wall, 
the side walls being composed of doubled-back portions of 
the superplastic sheet, and 

trimming the outer wall of the cells to form the structural 
member, the at least one rib being formed from the side walls 
of the at least one cell. 





6,039,240 
WELDING BACKPRESSURE CONTROL APPARATUS 
Byron G. Barefoot, 8432 Quarry Rd., Manassas, Va. 20110 


Filed Oct. 20, 1998, Appl. No. 175,600 
Int. Cl.’ B23K 9/167 


U.S. Cl. 228—219 9 Claims 











1. A backpressure controlling device for welding gas comprising 
a generally cylindrical housing, a water inlet in the wall of said 
housing and a water outlet at the bottom of said housing, said 
water inlet and said water outlet defining a water volume space in 
said housing, a gas inlet tube and a gas outlet tube, said gas inlet 
tube having a length such that one end thereof can extend below 
said water inlet and the other end thereof extending out of said 
housing for connection to a pipeline carrying purge gas, and said 
gas outlet tube extending from a space above said water outlet and 
communicating with the exterior of said housing said housing 
being of a size such that the volume of the space above said water 
inlet is at least about one and one-half times as great as said water 
volume space, whereby when said water volume space is filled 
with water, said water is unable to flow out of said gas inlet tube or 
said gas outlet tube at any position of said housing. 
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6,039,241 
MECHANISM FOR REMOVAL OF SURFACE MOUNT 
CONNECTORS USING HEAT CONDUCTION THROUGH 
PINS 
Sean W. Tucker, Loveland; Michael R. Cowan, Fort Collins, 
both of Colo., and Mark P. Martin, Rocklin, Calif., assignors 
to Hewlett-Packard Company, Palo Alto, Calif. 
Filed Apr. 17, 1998, Appl. No. 62,050 
Int. Cl.’ B23K 1/018;5/22;3/04 


U.S. Cl. 228—264 12 Claims 


1. An apparatus for removing a soldered device from a board by 
reflowing at least one soldered connection between the device and 
the board, the apparatus comprising: 

a heater for providing heat; and 

means for engaging an interior portion of the device; 

wherein heat is to be conducted from the heater to the device via 

the means for engaging which reflows the at least one sol- 
dered connection. 





6,039,242 
C-FOLD MAILER/AINTERMEDIATE WITH CERTIFIED 
RETURN RECEIPT 
M. Richard Tee, Reno, Nev., assignor to Moore U.S.A. Inc., 
Grand Island, N.Y. 
Filed Sep. 25, 1998, Appl. No. 160,183 
Int. Cl.’ B65D 27/34 


US. Cl. 229—92.1 20 Claims 

















1. A C-fold mailer type business form intermediate comprising: 

a sheet of paper having first and second faces, first and second 
end lines substantially parallel to each other, and first and 
second side lines substantially parallel to each other and 
substantially perpendicular to said end lines; 
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first and second fold lines substantially parallei to said end lines 
and forming said sheet into first, second and third panels; 

first and second lines of weakness spaced from but adjacent said 
side lines and substantially parallel thereto and effectively 
extending the entire length thereof, defining first and second 
tear-off edges; 
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6,039,244 
METHOD OF BUILDING UP A DATA BANK 
CONTAINING CUSTOMER DATA AND/OR FOR THE 
ORGANIZATION OF A REBATE OR COUPON SYSTEM 
Martin Finsterwald, Thierschstr. 53, Munich, Germany 
Filed Jan. 13, 1997, Appl. No. 783,372 
Claims priority, application Germany, Oct. 4, 1996, 196 41 


first patterns of adhesive or cohesive formed in said tear-off 092; European Pat. Off., Jan. 2, 1997, PCT/EP97/00005 


edges for holding said sheet in a mailer configuration when 
folded about said fold lines to provide said first panel between 
said second and third panels; 

certified or registered mail return receipt indicia imaged on said 
third panel first and second faces, including a signature line 
imaged on said third panel first face substantially parallel to 
said first and second fold lines; 

a plurality of lines of weakness formed in said third panel 
adjacent said return receipt indicia to define a readily remov- 
able return receipt card with said return receipt indicia 
thereon; 

certified or registered mail notification indicia imaged on said 
second panel first face; and 

an outgoing address indicia area on said second panel first face 
for receipt of variable outgoing address indicia thereon. 





6,039,243 
COLLAPSIBLE SHIPPING CONTAINER 
Robert J. Lickton, 1612 78th Ct., Elmwood Park, Ill. 60635 
Filed Oct. 14, 1997, Appl. No. 949,378 
Int. Cl.’ B62B //00; B65D 5/36 


U.S. Cl. 229—117.01 12 Claims 


1. A collapsible shipping container, comprising a generally 
triangular-shaped container body having a first side wall, a second 
side wall, and a third side wall, said first and second side walls 
including respective first and second fold lines extending trans- 
versely to a length of said respective first and second side walls, 
said first and second side walls being hingedly joined to each other 
at an apex of said container body, said first side wall including a 
first nose portion. extending between said first fold line and said 
apex, said second side wall including a second nose portion 
extending between said second fold line and said apex, said third 
side wall including a third fold line extending transversely to a 
length of said third side wall, said first and second nose portions 
being inwardly foldable about said respective first and second fold 
lines to a position between remaining rearward portions of said 
first and second side walls upon collapsing said container, said 
third side wall being inwardly foldable along said third fold line to 
a position between said remaining rearward portions of said first 
and second side walls upon collapsing said container. 


Int. Cl.’ G06K 7//0 
3 Claims 


U.S. Cl. 235—375 
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1. A method for motivating a customer to purchase a product or 
a service and for rewarding the customer for repeat purchases 
thereof, the method comprising the steps of: 

applying a unique code to evidence of the purchase of the 

product or service; 
giving a customer access to the evidence including the code 
thereon after the customer has completed the purchase, 
wherein the evidence is part of the product, and including the 
step of applying the code to the product so that the code 
remains invisible to the customer until after the customer 
purchased the product; 
establishing a central data processing and retention having an 
Internet connection; 

causing the customer to contact the station via the Internet and 
to transmit the code and data identifying a characteristic of the 
customer to the processing station; 

at the processing station assigning a digitally accessible account 

to the customer; 

digitally receiving the code and the data transmitted by the 

customer and without human intervention directing at least 
the data transmitted by the customer via the Internet to the 
account; 

in the account, storing a value assigned to the product or service; 

repeating the steps of giving, transmitting the code via the 

Internet to the processing station, and digitally receiving and 
storing; and 

permitting the customer via the Internet and without further 

human intervention to redeem accumulated values in the 
account and apply the redeemed accumulated values to at 
least one of a plurality of uses selected by the customer. 





6,039,245 
FINANCIAL TRANSACTION PROCESSING SYSTEM 
AND METHOD 
Robert D. Symonds, Novelty, Ohio; Irek Singer, Mississauga, 
Canada; Peter St. George, Willowdale, Canada, and Robert 
Bradley Gill, Hamilton, Canada, assignors to Diebold, Incor- 
porated, North Canton, Ohio 
Provisional application No. 60/019,544, Jun. 10, 1996, Provi- 
sional application No. 60/021,871, Jul. 17, 1996, Provisional 
application No. 60/025,266, Sep. 17, 1996. This application 
Mar. 7, 1997, Appl. No. 813,510. 
Int. Cl.’ GO6F 17/60 
U.S. Cl. 235—379 37 Claims 
1. A transaction processing system comprising: 
a computer; 
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a plurality of external devices, each external device in operative 
connection with the computer, wherein each of the external 
devices is operative to send or receive at least one message 
comprised of fields; 
a database in operative connection with the computer, wherein 
the database includes data representative of: 
each of the plurality of external devices and an associated 
external format used to send messages to or to receive 
messages from each respective external device; 

information concerning transformation of messages between 
at least one internal message format and a plurality of 
external message formats, such information including at 
least one message identifier value, and a message type, a 
message format and message field positions associated with 
the message identifier value; 

wherein the computer is operative to transform an incoming 
message from a message sending one of the plurality of 
external devices from the external format used by the message 
sending one external device to the internal message format, 
and to transform an outgoing message to a message receiving 
one of the plurality of external devices from the internal 
message format to the external format used by the message 
receiving one external device, and wherein the computer is 
operative to cause the incoming and outgoing messages to be 
transformed responsive to the message identifier value and the 
field position data associated with each respective message. 





6,039,246 
NOTES ACCEPTING APPARATUS 

Masanori Mukai, Kawasaki, Japan, assignor to Fujitsu Lim- 
ited, Kawasaki, Japan 

PCT No. PCT/JP96/03589, § 371 Date Aug. 5, 1997, § 102(e) 
Date Aug. 5, 1997, PCT Pub. No. WO97/22090, PCT Pub. 
Date Jun. 19, 1997 

PCT Filed Dec. 6, 1996, Appl. No. 875,780 
Claims priority, application Japan, Dec. 8, 1995, 7-320242 
Int. Cl.’ GO6F 17/60 

U.S. Cl. 235—379 10 Claims 

1. A notes accepting apparatus comprising: 

a holding unit temporarily holding plural sheets of notes 
inserted; 

a fetching unit fetching the plural sheets of notes, sheet by sheet, 
held by said holding unit; 

a characteristic data outputting unit outputting predetermined 
kinds of characteristic data about one sheet of note fetched by 
said fetching unit; 

a classifying unit classifying the notes fetched by said fetching 
unit into any one type of notes among first type notes exhib- 
iting a high probability of being accepted, second type notes 
exhibiting a high probability of being forged notes, and third 
type notes exhibiting a smaller probability of being accepted 
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than the first type notes and a smaller probability of being the 
forged notes than the second type notes, on the basis of the 
predetermined kinds of characteristic data outputted by said 
characteristic data outputting unit and predetermined condi- 
tion data; 

a storing unit storing the notes classified as the first type notes 
by said classifying unit; 

a counting unit counting the number of sheets of the notes 
classified as the second type notes by said classifying unit 
during a period until said fetching unit fetches all of plural 
sheets of the notes held by said holding unit; and 

an information outputting unit outputting information that notes 
having a high probability of being forged were inserted when 
a count value by said counting unit exceeds a predetermined 
value. 





6,039,247 
SECURE, STORED-VALUE SYSTEMS AND METHODS 
OF TRANSFERRING MONETARY VALUES IN ONE OR 
MORE TRANSACTIONS TO A SPECIFIC RECEIVING 
DEVICE 
Ralph Reccia, Orange, and Arthur C. Smith, Santa Monica, 
both of Calif., assignors to Xico, Inc., Chatsworth, Calif. 
Filed Dec. 19, 1997, Appl. No. 994,390 
Int. Cl.’ GO6F /7/60 
U.S. Cl. 235—379 
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1. A system for transferring encoded, encrypted monetary or 
other value from a payment, encoder and encrypter device to a 
specific receiving device that includes a reader, decoder and 
decrypter using one or more discrete, portable transfer vehicles that 
carry said value includes: 

(a) at least one payment, encoder and encrypter device that 

encodes, encrypts and places monetary or other value onto a 
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transfer vehicle, said value being encrypted and encoded with, 
at a minimum, a unique identifier for said specific receiving 
device designated to receive and store in memory said mon- 
etary value encoded on said transfer vehicle, and a unique 
transaction identifier associated with each transaction; and 

(b) a reader, decoder and decrypter device associated with said 
specific receiving device for reading, decoding and decrypting 
the encrypted, encoded data on said transfer vehicle, for 
transferring said decrypted data to the processor of said spe- 
cific receiving device for comparing said decrypted data to 
data stored in memory associated with said specific receiving 
device, and for transferring into the monetary value memory 


GENERAL AND MECHANICAL 2377 


a fifth step of obtaining a message digest of the notarized 


document upon finding a correspondence between the elec- 
tronic notarized document of the first step and the electronic 
notarized document of the fourth step, and putting a digital 
signature on the message digest by using a private key of said 
notarizing organization; 


a sixth step of forming a final electronic notarized document for 


providing a realization of notarization of the transaction by 
utilizing the digitally signed tertiary electronic notarized 
document of the third step and the digitally signed message 
digest of the fifth step, and sending the final electronic nota- 


of said specific receiving device the monetary value from said 
transfer vehicle if said encoded, encrypted data includes the 
correct identifier for said specific receiving device and if said 
unique transaction identifier associated with said transaction 
is not previously stored in memory associated with said 
specific receiving device. 


rized document to said customer or merchant; and 

a seventh step of storing the final electronic notarized document 
of the sixth step by said customer or merchant after receipt of 
it from said notarizing organization. 





6,039,249 
METHOD FOR IDENTIFYING COUNTERFEIT 
, NEGOTIABLE INSTRUMENTS 
COMMERCE Jerzy Szewczykowski, 2600 Netherland Ave., #1117, Riverdale, 
Chang Soon Park; Tae Geun Kim, and Sung Woo Tak, all of N.Y. 10463 
Daejeon, Rep. of Korea, assignors to Electronics and Tele- Continuation of application No. 08/758,347, Dec. 3, 1996, Pat. 
communications Research Institute, Daejeon, Rep. of Korea No. 5,818,021. This application Oct. 2, 1998, Appl. No. 
Filed Jan. 14, 1998, Appl. No. 6,904 165,416. 
Fang priority, application Rep. of Korea, Oct. 27, 1997, This patent is subject to a terminal disclaimer. 
Int. Cl.’ GO6K 5/00 


6,039,248 
METHOD FOR PREPARING SAFE ELECTRONIC 
NOTARIZED DOCUMENTS IN ELECTRONIC 


Int. Cl.’ GO6F 17/60; H04K 1/00 


U.S. Cl. 235—379 2 Claims 


3 Claims U-S. Cl. 235—379 
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1. A method for preparing safe electronic notarized document in 

electronic commerce, comprising the steps of: 

a first step of preparing a primary electronic notarized document 
based on a transaction detail information, a customer certifi- 
cate, a merchant certificate, a notarizing organization certifi- 
cate, and a certifying organization certificate by a notarizing 
organization, putting a digital signature to the primary nota- 
rized document by using a private key of said notarizing 
organization so as to form a secondary electronic notarized 
document, and transmitting the secondary electronic notarized 
document to a customer or a merchant 
second step of decoding the secondary electronic notarized 
document of the first step by said customer or merchant by 
using a private key of said notarizing organization; 

a third step of putting a digital signature on the decoded second- 
ary electronic notarized document of the second step by said 
customer or merchant by using a private key of his or her own 
so as to form a tertiary electronic notarized document, and 
transmitting the tertiary electronic notarized document to said 
notarizing organization; 

a fourth step of decoding the tertiary electronic notarized docu- 
ment of the third step by using an open key of said notarizing 
organization and an open key of said customer or merchant so 
as to form a biquadratic electronic notarized document, and 
comparing the biquadratic electronic notarized document with 
the primary electronic notarized document of the first step; 





1. A method for identifying whether a specific document is 
genuine, comprising the steps of: 

permanently embedding in each said document at the time of 
creation a device readable, multiple digit first number; 

permanently also embedding in said specific document at the 
time of its creation a device readable, multiple digit unique 
second number derived from a predetermined sequence of 
numbers; 

at least one of said first and second numbers being a random 
number; 

storing in a secure database for each issued document said first 
and second embedded numbers as being related to a specific 
document; 

at the time of initial presentation of said specific document 
reading said first and second embedded unique numbers both 
embedded on said document and storing said numbers to said 
database; 

determining from said database whether said embedded numbers 
read from said document are uniquely paired with each other; 
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creating a validity signal only when such pairing is found to 
exist and instead transmitting an invalidity signal only when 
such pairing is found not to exist. 





6,039,250 
ELECTRONIC MONEY SENDING SYSTEM 

Atsushi Ito, Meguro-ku, and Masaaki Hiroya, Yokohama, both 

of Japan, assignors to Hitachi, Ltd., Tokyo, Japan 
PCT No. PCT/JP96/01840, § 371 Date Jan. 6, 1998, § 102(e) 

Date Jan. 6, 1998, PCT Pub. No. WO97/02539, PCT Pub. 

Date Jan. 23, 1997 

PCT Filed Jul. 3, 1996, Appl. No. 981,810 
Claims priority, application Japan, Jul. 6, 1995, 7-170683 
Int. Cl.’ GO6F /7/60 


US. Cl. 235—380 13 Claims 

















1. An electronic money remittance system comprising: 

at least one remitter information processing unit containing 
storing means for storing/sending electronic money having a 
money value in such a way as to prevent duplication and 
counterfeit of the electronic money; 

at least one receiptor information processing unit containing 
storing means for receiving/storing electronic money having a 
money value in such a way as to prevent duplication and 
counterfeit of the electronic money; 

an electronic money server for receiving electronic money sent 
from the remitter information processing unit and information 
relating to the electronic money, for storing the received 
electronic money in storing means for storing electronic 
money in such a way as to prevent duplication and counterfeit 
of the electronic money, and for storing the information 
relating to the electronic money in other means than said 
storing means for storing electronic money; and 

a communication network for connecting the remitter informa- 
tion processing unit and receptor information processing unit 
to the electronic money server; 

wherein the electronic money server receives and stores elec- 
tronic money sent from the remitter information processing 
unit as a remitter and designated for the receptor information 
processing unit as a receiptor, electronically informs the 
receiptor information processing unit of the stored electronic 
money and electronically attempts to solicit a remittance 
request from the receiptor information processing unit, and 
transfers the stored electronic money to the receiptor informa- 
tion processing unit in accordance with a remittance request 
from the receiptor information processing unit. 
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6,039,251 

METHOD AND SYSTEM FOR SECURE CONTROL OF A 

MEDICAL DEVICE 
Paul L. Holowko, 1300 Chisolm Trail, and Aaron D. Crone, 

9088 Wood Stream La., both of Dayton, Ohio 45458 
Filed Apr. 16, 1998, Appl. No. 61,444 

Int. Cl.’ G06K 5/00 

9 Claims 


U.S. Cl. 235—380 
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4. A system for secure operation of a medical device, compris- 

ing: 

a medical device for use in medical treatment at a remote 
location, wherein the device is controllable by control instruc- 
tions; 

a first portable card having a first code and control instructions 
encoded thereon; 

a first card reader for receiving the first portable card and for 
reading the first code and control instructions from the first 
card; 

a first control device in communication with the first card reader 
and the medical device, wherein the first control device 
includes a control program for applying the control instruc- 
tions to the medical device for control thereof, 

a second control device located a distance from the remote 
location; 

a communication system for allowing communication between 
the first control device and the second control device, wherein 
the second control device is configured to download the 
control instructions from the first card through the communi- 
cation system and to allow editing of the downloaded instruc- 
tions; 

a second portable card having a second code encoded thereon; 

a second card reader connected to the second control device for 
receiving the second portable card; and 
first security mechanism in communication with the card 
readers for receiving the first and second codes from the 
cards, wherein the first security mechanism is configured to 
determine whether the codes are compatible and to prevent 
the editing of the control instructions if the codes are not 
compatible. 


6,039,252 
BAR CODE READING SYSTEM FOR 
RECONSTRUCTING IRREGULARLY DAMAGED BAR 
CODES 
Pavel A. Maltsev, Edmonds, Wash., assignor to Intermec Cor- 
poration, Everett, Wash. 
Filed Dec. 14, 1995, Appl. No. 572,514 
Int. Cl.’ G06K 7//0 
U.S. Cl. 235—462 22 Claims 
1. A bar code reading system comprising: 
scanning means for scanning, on a first scanning line and in a 
first direction, a bar code having at least one symbol, the at 
least one bar code symbol having at least one of a black bar 
element and a white space element, a sum of widths of the at 
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least one black bar element and white space element being a 
constant value for each at least one symbol; 

damage-determining means for determining whether the at least 
one bar code symbol is damaged or undamaged, said damage- 
determining means including means for estimating an 
expected length of said bar code symbol and comparing said 
expected length with the actual length of said bar code sym- 
bol; 

reconstructing means for reconstructing the bar code symbol if 
the bar code symbol is damaged; and 

decoding means for decoding the reconstructed or undamaged 
bar code symbol. 





6,039,253 

METHOD AND APPARATUS FOR THE RECOGNITION 

AND READING OF A BAR CODE 

Jiirgen Reichenbach, Emmendingen, and Heinrich Hippenm- 

eyer, Freiamt, both of Germany, assignors to Sick AG, Wald- 
kirck, Germany 

Filed Jun. 10, 1998, Appl. No. 90,031 

Int. Cl.’ G06K 7/10 


US. Cl. 235—462.01 27 Claims 


FREQUENCY 


30 0 


1. Method of recognizing and reading a bar code provided on an 
object and consisting of a number of code elements, characterized 
in that the object bearing the bar code is scanned by one or more 
scanning beams of a bar code reader, wherein each time a scanning 
beam sweeps over the object a scan is formed and bright and dark 
regions of the object swept over during a scan are recognized as 
scanned elements, in that, for at least some of the elements scanned 
during a scan; a width index is respectively formed which is 
representative for the width of the element in the scanning direc- 
tion; in that the frequency of occurence of the width indexes that 
are found is in each case determined, and in that a conclusion is 
drawn on the presence of a bar code from the frequencies that are 
determined. 


GENERAL AND MECHANICAL 


6,039,254 
METHOD FOR IMAGING BAR CODES 
Riidiger Froese-Peeck; Detlef Gerhard, and Johann Lechner, 
all of Miinchen, Germany, assignors to Siemens Aktiengesell- 
schaft, Munich, Germany 
PCT No. PCT/DE94/00278, § 371 Date Aug. 30, 1995, § 102(e) 
Date Aug. 30, 1995, PCT Pub. No. WO94/22104, PCT Pub. 
Date Sep. 29, 1994 
PCT Filed Mar. 14, 1994, Appl. No. 507,284 
Claims priority, application Germany, Mar. 18, 1993, 43 08 
699 
Int. Cl.’ GO6K 7//0 


U.S. Cl. 235—462.32 14 Claims 
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1. A method for imaging a stationary marked area, the stationary 
marked area illuminated by means of an illumination device, 
receiving optics imaging a specularly reflecting area having the 
marked area completely in a longitudinal direction thereof, here 
lying in an x-direction, and at least partially with reference to a 
height of the marking elements, which run in a y-direction, onto a 
one- or two-dimensionally spatially resolving receiver, comprising 
the steps of: 
providing bundles of light from the illumination device that are 
incident on the specularly reflecting area having the marked 
area in such a way that reflected bundles of light therefore 
generate, via the receiving optics, associated with the receiv- 
ing optics, a maximum illumination intensity on a receiving 
sensor, and thus bright-field illumination with respect to 
specularly reflecting areas surrounding the marking elements; 

orienting a line of light generated by the illumination device 
such that bundles of light which proceed from a beginning to 
an end of the line of light, seen in a longitudinal direction of 
the line of light, are incident on the elements from a beginning 
to an end of the area having the marked area and thus the 
bundles of light reflected from the specularly reflecting areas 
surrounding the marking elements are incident on the receiv- 
ing sensor via the receiver optics under bright-field condi- 
tions; 

moving the line of light at the illumination device, to thereby 

vary an illumination angle of the light relative to the marked 
area, transversely to its longitudinal extent, until the bundles 
of light, which are incident on the marked area given a tilting 
of the surface with the marked area out of normal position, are 
reflected such that the bundles of light enter into the receiving 
sensor via the receiving optics under conditions of bright-field 
illumination; 

optimizing contrast on the marked area; and 

adjusting a height of the line of light such that light components 

of light scattered by the image, which have an origin in edge 
regions of the line of light and enter into the receiving optics. 
are minimized. 
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6,039,255 the reading object into the case from the incident-side opening 
DATA SYMBOL READING APPARATUS thereof, and sending the reflected light which has passed the 
Shuzo Seo, Tokyo, Japan, assignor to Asahi Kogaku Kogyo image forming optical system to the light receiving device 
Kabushiki Kaisha, Tokyo, Japan from the transmitting-side opening; and 
Filed Aug. 26, 1997, Appl. No. 917,469 a dust-proof plate, located nearer to the reading opening than the 
Claims priority, application Japan, Aug. 28, 1996, 8-244018 light emitting device and the lens barrel, for transmitting the 
Int. Cl.’ G06K 7/0 light emitted by the light emitting device therethrough and 
U.S. Cl. 235—462.35 23 Claims preventing dust from penetrating into the light emitting device 
and the lens barrel from the reading opening, 
wherein the incident-side opening of the lens barrel is placed 
proximately to the dust-proof plate to prevent the light emit- 
ted from the light emitting device and reflected from the 
dust-proof plate from traveling into the lens barrel. 





6,039,257 
POSTAGE METERING SYSTEM THAT UTILIZES 
SECURE INVISIBLE BAR CODES FOR POSTAL 
1. An illuminating system for a symbol reading apparatus having VERIFICATION 
an image pickup element and an image forming optical system for William Berson, Weston, and Judith D. Auslander, Westport, 
forming an image of a symbol located within a symbol read area _— both of Conn., assignors to Pitney Bowes Inc., Stamford, 
onto a light-receiving surface of said image pickup element, said Conn. 
illuminating system comprising: Filed Apr. 28, 1997, Appl. No. 847,807 
a plurality of light sources; Int. Cl.’ G06K 7/10 
a diffusion plate for diffusing light emitted by said light sources; U.S. Cl. 235—468 9 Claims 
and 
a lens member for transmitting diffused light diffused by said 
diffusion plate onto the symbol read area, 
wherein said plurality of light sources, said diffusion plate, and 
said lens member are arranged such that a light distribution 
within said symbol reading area is substantially uniform. 





6,039,256 
OPTICAL INFORMATION READING APPARATUS 
HAVING DUST-PROOF PLATE 
Koji Konosu, Anjo; Akio Sugiura, Nagoya, and Kunihiro Moti- 
zuki, Fuji, all of Japan, assignors to Denso Corporation, 
Kariya, Japan 
Filed Oct. 21, 1998, Appl. No. 176,433 


Claims priority, application Japan, Oct. 27, 1997, 9-294446; 1. An improved metering system that affixes an Information- 
Aug. 21, 1998, 10-235845 . F 5 ” Based Indicia containing a digital signature to a mail piece, the 


Int. Cl.” GO6K 7/10 improvement comprising: 


US. Cl. 235—462.43 14 Claims means for scanning the Indicia; 
means for decoding the digital signature contained within the 


Indicia to ascertain that the Indicia has been printed properly; 
and 

means for recording over the Indicia or in the vicinity of the 
Indicia additional information that is invisible to the human 
eye; 

means for preventing the printing of postage when the indicia is 
printed improperly. 








6,039,258 
HAND-HELD PORTABLE DATA COLLECTION 
TERMINAL SYSTEM 
Dennis A. Durbin, Cedar Rapids, and Arvin D. Danielson, 
a case having a reading opening; Solon, both of Iowa, assignors to Norand Corporation, 
a light receiving device accommodated in the case; Cedar Rapids, Iowa 
a light emitting device positioned inside the case for irradiating Provisional application No. 60/022,147, Jul. 18, 1996. This 
light to the reading object located outside the case through the application Jul. 17, 1997, Appl. No. 896,558. 
reading opening of the case; Int. Cl.’ GO6K 7/10 
an image forming optical system positioned in the case for U.S. Cl. 235—472.01 100 Claims 
introducing light reflected from the reading object through the _—1. A hand-held portable data collection system for reading data 
reading opening and forming an image of the reading object comprising: 
on the light receiving device; (a) a hand-held portable data collection terminal for collecting 
a lens barrel having an incident-side opening and a transmitting- data; and 
side opening and holding the image forming optical system (b) a somatic communications system operatively integrated 
therein, the lens barrel being for guiding light reflected from with said hand-held portable data collection terminal for tac- 


1. An optical information reading apparatus for reading an image 
of a reading object comprising: 
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6,039,260 
INTELLIGENT CASSETTE EMULATOR DEVICE 
Raymund Eisele, Idstein, Germany, assignor to SmartDiskette 
GmbH, Idstein, Germany 
Continuation of application No. 09/092,003, Jun. 5, 1998, 
which is a continuation of application No. 08/420,796, Apr. 
12, 1995, which is a continuation of application No. 
07/947,570, Sep. 21, 1992, abandoned, which is a continuation 
of application No. 07/448,093, Dec. 12, 1989, Pat. No. 
5,159,182. This application Jun. 23, 1999, Appl. No. 338,522. 
Claims priority, application Germany, Dec. 12, 1988, 
3841776; Jun. 2, 1989, 3903454 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ GO6K 19/07;19/08 
U.S. Cl. 235—492 35 Claims 
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tually communicating with an operator by producing a vibra- 
tional signal during hand-held utilization thereof; 
wherein said somatic communications system produces an output 
to the operator responsive to movement of said hand-held portable 








data terminal. 





6,039,259 
MAGNETIC CARD READ/WRITE APPARATUS 


Per Gustav Mattson, Sundbyberg, Sweden, assignor to U.S. ; : -; 
1. A portable electronic cassette for insertion into a cassette unit 


itn menage et 0 aaa ins 3, 1989 designed for receiving magnetic tape based media comprising: 
ere ¥ app oe a 85, Jan. 3, ~ a cassette housing having the external appearance of a magnetic 
abandoned. This application Sep. 20, 1991, Appl. No. 999,721. tape cassette: 

Claims priority, application Sweden, Jan. 5, 1988, 8800011 a digital memory disposed within said cassette housing for 


Int. Cl.’ G06K 13/00 storing digital information; 
U.S. Cl. 235—475 11 Claims a digital processor disposed within said cassette housing and 

coupled to said digital memory; 

an interface disposed within said cassette housing for receiving 
information operated on by said digital processor for generat- 
ing magnetic signals simulating signals which are generated 
by a magnetic tape for allowing transfer of said magnetic 
signals to said cassette unit, where said interface including 
converter circuitry for converting digital signals transmitted 
thereto from said digital processor into magnetic signals gen- 
erated by a magnetic tape, said interface circuitry including a 
coil; and 

a source of electrical energy operatively coupled to at least said 
digital processor. 





6,039,261 
type, comprising: PROCESS FOR IMPROVING THE COMBUSTION OF A 
ye con ~ moving the record carrier into the recording/ SLOWS SES CUE 
See Ee . : : Guy Pavese, 5 rue du Gal de Gaulle, Kirchheim-67520 Marlen- 
reading device over a first distance substantially equal to or heim, France 
longer than a length of said carrier in an input direction; and Filed Sep. 24, 1991, Appl. No. 764,737 
a record/read head for scanning the record carrier during relative Claims priority, application France, Sep. 24, 1990, 90-11907 
movement between the record carrier and the record/read This patent is subject to a terminal disclaimer. 
head, characterized in that the drive means further moves the Int. Cl.’ F23N 1/08 
record carrier the carrier in the input direction over a second U.S. Cl. 236—14 15 Claims 
distance which is a continuation of the first distance, said 1. A method for achieving optimal combustion, comprising the 


second distance being shorter than the length of the record St€PS of: : ‘ ; 
carrier, and said recording/reading device further comprises: providing a boiler with a blower-type burner having a variable 


? : s lower; 
further drive means for moving the record/read head over a peed . : , , 
providing combustive air to said burner; 


Giatance er om © ome 7 need maneee nme on ’ providing a gaseous combustion-correcting complex for supply- 
direction opposite to the input direction, said further drive ing a plurality of gaseous additives to said combustive air 
means being driven by the record carrier as a result of within said burner: 

frictional contact between the record carrier, being moved by providing sensors within said burner, within said boiler, and 
the drive means, and the further drive means. within a discharge outlet of said boiler; and 


1. A recording/reading device for record carriers of the card 


190-263 OG D-00 -- 30 :QL3 
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providing a central unit, operatively connected to said sensors, 
for controlling the speed of said variable speed blower of said 
burner and the operation of said gaseous combustion correct- 
ing complex for providing predetermined amounts of said 
gaseous additives to said combustive air in response to signals 
received by said central control unit from said sensors dis- 
posed within said burner, within said boiler, and within said 
discharge outlet of said boiler. 





6,039,262 
PASSIVE BIMETALLIC ACTUATOR FOR HEAT 
TRANSFER 

Russell DeAnna, Westlake, Ohio, assignor to The United States 

of America as represented by the Secretary of the Army, 

Washington, D.C. 

Filed Sep. 14, 1998, Appl. No. 158,164 
Int. Cl.” GOSD 23/08 

U.S. Cl. 236—93 R 





1. A bimetallic actuator for heat-transfer applications compris- 

ing: 

a silicon wafer further comprising at least two slanting side 
walls having an angle with respect to the wafer plane, 

said slanting side walls leading to at least two flexible silicon 
flaps cantilevered to said silicon wafer, 

a metallic layer disposed on top of said silicon wafer and said 
silicon cantilever flaps, said flexible cantilever flaps being 
interposed between a hot stream and a coolant stream, where- 
upon said cantilever flaps move when the temperature of said 
hot stream increases thereby increasing space between said 
flexible flaps, allowing more coolant to flow from the coolant 
stream to the hot stream thereby cooling said cantilever flaps 
allowing said flaps to return to their original position. 
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6,039,263 
THERMALLY RESPONSIVE VALVE ASSEMBLY 

Klaus Kalbacher, Rangendingen; Karl Schuttarle, Walddorf- 

haslach; Axel Temmesfeld, Raubling, and Winfried Ecker- 

skorn, Ottobrunn, all of Germany, assignors to Modine 

Manufacturing Company, Racine, Wis., and Bayerische 

Motoren Werke, Munich, Germany 

Division of application No. 08/928,927, Sep. 12, 1997. This 

application Dec. 11, 1998, Appl. No. 210,268. 

Claims priority, application Germany, Sep. 17, 1996, 196 37 

818 
Int. Cl.’ F16K 27/00 


U.S. Cl. 236—93 A 4 Claims 
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1. A valve assembly comprising: 

a housing made up of first 16, second 18 and third 20 housing 
components, said first and third housing components sand- 
wiching said second housing component; 

a flow passage in said second housing component; 

valve chambers in each of said first and third housing compo- 
nents; 

valves in each of said chambers; 

springs in each of said chambers biasing the associated valve 
toward a predetermined position therein and biasing the asso- 
ciated first or third housing component away from the second 
housing component; and 

a connector at the interface of said housing components for 
holding the housing components in assembled relation against 
the bias of said springs. 





6,039,264 
VISCOUS FLUID TYPE HEAT GENERATOR 
Takanori Okabe; Takashi Ban; Shigeru Suzuki, and Tatsuya 
Hirose, all of Kariya, Japan, assignors to Kabushiki Kaisha 
Toyoda Jidoshokki Seisakusho, Japan 
Filed Aug. 5, 1998, Appl. No. 129,693 
Claims priority, application Japan, Aug. 7, 1997, 9-213580 
Int. Cl.’ B60H 1/02 
U.S. Cl. 237—12.3 R 
1. A viscous fluid type heat generator comprising: 
a housing assembly defining therein a heat generating chamber 
in which heat is generated, said heat generating chamber 
having inner wall surfaces thereof, and a heat receiving cham- 
ber arranged adjacent to said heat generating chamber, said 
heat receiving chamber permitting a heat exchanging fluid to 
circulate through said heat receiving chamber to thereby 
receive heat transferred from said heat generating chamber; 
a drive shaft supported by said housing assembly to be rotatable 
about an axis of rotation of said drive shaft, said drive shaft 
being operationally connected to an external rotation-drive 
source; 


7 Claims 
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a rotor element mounted to be rotationally driven by said drive 
shaft for rotation within said heat generating chamber, said 
rotor element having outer surfaces confronting said inner 
wall surfaces of said heat generating chamber via a gap 
defined therebetween; and 

a viscous fluid, held in said gap defined between said inner wall 
surfaces of said heat generating chamber and said outer sur- 
faces of said rotor element, for heat generation when a shear- 
ing stress is applied by the rotation of said rotor element; 

wherein at least a part of said housing assembly, which defines 
said heat generating chamber, is made of a material of which 
a linear expansion coefficient is larger than that of a material 
of said rotor element. 





6,039,265 
PORTABLE SNOW MAKING SYSTEM FOR HOME USE 
Herman K. Dupre, c/o Seven Springs, Champion, Pa. 15622, 


and Charles N. Santry, 409 Heath St., Chestnut Hill, Mass. 
02167 


Filed Apr. 1, 1999, Appl. No. 283,844 
Int. Cl.’ F25C 3/04 


USS. Cl. 239—14.2 12 Claims 


1. A portable snow making system for home use comprising: a 
portable snow making tower having an elongated support pole 
supported from a base and having upper and lower ends with a 
snow making gun mounted on the upper end, snow making nozzles 
in said gun for ejecting air and water under pressure into ambient 
atmosphere for making snow in subfreezing conditions, air and 
water inlets on said gun for respective connection to sources of air 
and water under pressure, a hand towable vehicle having mounted 
thereon a high pressure water pump and an air compressor provid- 
ing respectively said sources of water and air under pressure, air 
and water high pressure hoses respectively connecting said sources 
of air and water under pressure to said air and water inlets on said 
gun, a hose connected to said water pump for connecting said 
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water pump to a common water supply for supplying water to said 
water pump, and said pole base supported on said towable vehicle. 


6,039,266 
METHOD AND APPARATUS FOR DISPENSING 
VOLATILE COMPONENTS OF AN AIR TREATING GEL 
Thomas F. Santini, Allentown, N.J., assignor to Wessel Fra- 
grances, Inc., Englewoods Cliffs, N.J. 
Filed Dec. 2, 1998, Appl. No. 203,845 
Int. Cl.’ A61L 9//2 


U.S. Cl. 239—60 11 Claims 





1. A dispensing unit for an air treating gel having releasable 

volatilizable components, comprising: 

a container for holding said air treating gel, having an interior 
sidewall that, at an end remote from a closed end of said 
container, defines a major opening; and, 

an aperture member fast, with said interior sidewall adjacent said 
major opening, said gperture member having a grill of at least 
semi-rigid material and being sized to support an emanating 
surface of said gel which remains adjacent to the major 
opening of said container during the release of said volatiliz- 
able components through said major opening by way of said 
aperture member; 

wherein the grill defines a plurality of member defining aper- 
tures. 


6,039,267 
SELF-REGULATED FERTILIZING IRRIGATION 
SYSTEM WITH GROUND AND OVER-THE-CROP 
DISPENSING MEANS AND SNOW-FORMING FROST 
PROTECTION MEANS 
Marco Orsi, Turin, Italy, assignor to Consulagri S.r.1., Torino, 
Italy 
PCT No. PCT/EP97/03011, § 371 Date Dec. 7, 1998, § 102(e) 
Date Dec. 7, 1998, PCT Pub. No. WO97/47182, PCT Pub. 
Date Dec. 18, 1997 
PCT Filed Jun. 10, 1997, Appl. No. 202,032 
Claims priority, application Italy, Jun. 13, 1996, T096U0132 
U 
Int. Cl.’ BOSB /2/08;1/20 
U.S. Cl. 239—63 14 Claims 
1. A self-regulated fertilizing irrigation system, comprising at 
least one source of pressurized liquid, a duct made of flexible 
material, a plurality of spaced dispensers, and at least one regulator 
valve which is interposed between the source and the first dis- 
penser of the duct, wherein each dispenser is provided with two 
ports, one for ground dispensing and the other one for over-the- 
crop dispensing, said ports being controlled by respective differen- 
tial membrane valves and wherein said ports are supplied by 
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separate system sections, one at low pressure and the other one at 
high pressure. 





6,039,268 
ARC MARKING SYSTEM FOR SPRINKLER 
Michael J. Grundy, Phelan, and James T. Wright, Riverside, 
both of Calif., assignors to The Toro Company, Minneapolis, 
Minn. 
Filed May 22, 1998, Appl. No. 83,471 
Int. Cl.’ B67D 5/08 


U.S. Cl. 239—73 15 Claims 


1. A system for marking the arc being watered by a sprinkler, 

which comprises: 

a plurality of arc indicators carried on the sprinkler, wherein the 
plurality of arc indicators represent different arcs, and wherein 
the arc indicators are changeable from one condition to 
another condition such that the user can change the condition 
of one of the arc indicators compared to the condition of the 
other arc indicators that remain unchanged to thereby mark 
the arc represented by the arc indicator whose condition was 
changed. 





6,039,269 
COANDA EFFECT NOZZLE 

Thomas Mandzukic, North Royalton, Ohio, assignor to Pre- 

mier Farnell Corp., Cleveland, Ohio 

Filed Oct. 15, 1998, Appl. No. 172,811 
Int. Cl.’ BOSB 1/32 

U.S. Cl. 239—458 14 Claims 

1. A nozzle for producing a substantially hollow conical water 
pattern, said nozzle having a longitudinal axis and an outlet, a 
conically inclined surface surrounding said outlet and extending 
outwardly therefrom, a convexly curved coanda effect surface 
surrounding said conically inclined surface in outwardly-spaced 
relationship thereto a deflector positioned adjacent said outlet and 
forming an annular slot therewith through which water is deflected 
outwardly of said axis along said conically inclined surface as a 


Marcu 21, 2000 


| Jo wy 
maraee f 


4 \ 
6 <% 


ARS 


SSSR 


toon 











NO 


sheet-like layer in a first hollow conical pattern having a first 
included angle, an annular cavity between said coanda effect 
surface and said conically inclined surface, said coanda effect 
surface being positioned for flow of water in said first hollow 
conical pattern past said cavity into tangential engagement with 
said coanda effect surface, said cavity providing a vacuum as water 
in said first hollow conical pattern flows therepast to draw the 
water in said first hollow conical pattern against said coanda effect 
surface, and said coanda effect surface providing outward expan- 
sion of all of the water in said first hollow conical pattern into an 
outwardly expanded sheet-like thin layer in a second hollow coni- 
cal pattern having a second included angle that is greater than said 
first included angle. 


6,039,270 
MANUFACTURE PROCESS FOR A DRIPLINE DUCT 
WITH INTERNALLY LOCATED EMITTERS 
Emmanuil Dermitzakis, 16-18 Papada Street, Athens 11525, 
Greece 
Division of application No. 08/390,670, Feb. 17, 1995, Pat. No. 
5,676,897, which is a division of application No. 07/858,966, 
filed as application No. PCT/GR91/00012, Oct. 2, 1991, aban- 
doned. This application Oct. 10, 1997, Appl. No. 949,113. 
Claims priority, application Greece, Oct. 3, 1990, 900100727 
Int. Cl.’ BOSB 15/00 


U.S. Cl. 239—542 5 Claims 





1. A dripline for irrigation, comprising: 

a continuous duct; and 

a plurality of discrete emitter units, wherein 

the duct has a wall with an outer surface and an inner surface, 
the inner surface of the wall defining a fluid flow line, and the 
duct has a plurality of discrete swells along its length, with 
each swell of said plurality of discrete swells extending in the 
longitudinal direction and with each swell of said plurality of 
discrete swells extending along an arc in the periphery of the 
cross-section of the duct, so that the cross-section of the duct 
at the area of each of said plurality of swells is asymmetrical, 
and apertures are further provided on the wall of the duct at 
the area of each of said plurality of swells, 

each emitter unit of said plurality of discrete emitter units is 
independent from the duct and comprises a body and a flow 
path, for the transportation of the fluid from said fluid flow 
line to the outer space, 

each emitter unit of each plurality of discrete emitter units is 
located at least partially within a swell and attached to the 
inner surface of the duct, and 
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each emitter unit of said plurality of discrete emitter units is 
sunk at the inner surface of the duct during the production of 
the dripline, so as to form the swell wherein at least part of the 
said emitter unit is located. 





6,039,271 
FUEL INJECTION VALVE 

Ferdinand Reiter, Markgroeningen, Germany, assignor to 

Robert Bosch GmbH, Stuttgart, Germany 
PCT No. PCT/DE97/00533, § 371 Date Apr. 1, 1998, § 102(e) 

Date Apr. 1, 1998, PCT Pub. No. WO98/05859, PCT Pub. 

Date Feb. 12, 1998 

PCT Filed Mar. 15, 1997, Appl. No. 51,123 

Claims priority, application Germany, Aug. 1, 1996, 1 96 31 

066 
Int. Cl.’ BOSB //30; F02M 51/06 

U.S. Cl. 239—585.4 4 Claims 


disposed within the valve body, the guide member including an 
aperture that guides the needle valve, the method comprising: 
providing a metering member including a central aperture, a 
perimeter, an axial thickness, and at least one slot extending 
from the central aperture toward the perimeter of the metering 
member, the at least one slot extending through the axial 
thickness of the metering member; and 
locating the metering member between the valve seat and the 
guide member. 





6,039,273 
CORNER PIVOT IRRIGATION MACHINE 
Dale A. Christensen, Arlington, Nebr., assignor to Valmont 
Industries, Inc., Valley, Nebr. 
Filed Dec. 21, 1998, Appl. No. 217,658 
Int. Cl.’ BOSB 3//2 


1. A fuel injection valve for internal combustion engines com- U.S. Cl. 239-—729 


prising a valve housing, a movable valve closing body, which 
cooperates with a valve seat (24) that is embodied on a valve seat 
body (16) and downstream merges with an outflow opening, the 
valve seat body (16), comprising sheet metal, has a cup-shape 
produced by deep drawing and has a bottom (19) of the seat body 
and an annular edge (20) of the seat body extending axially from 
said bottom (19), the valve seat (24) is formed on an upper bottom 
face (21), toward the annular edge (20) of the seat body, of the 
bottom (19) of the seat body, and said upper bottom face (21) is 
embodied as a flat surface between the annular edge (20). 


1. In combination: 
a corner pivot irrigation machine comprising a center pivot 
6,039,272 structure, a main arm extending outwardly from said center 
SWIRL GENERATOR IN A FUEL INJECTOR pivot structure supported upon and driven in either a for- 
Wei-Min Ren, Yorktown, and David Wieczorek, Newport wardly or rearwardly direction by a plurality of non-steerable 
News, both of Va., assignors to Siemens Automotive Corpo- drive towers; an elongated corner arm pivotally secured to the 
ration, Auburn Hills, Mich. outer end of said main arm and supported by a steerable drive 
Continuation of application No. 08/795,672, Feb. 6, 1997, Pat. tower; 
No. 5,875,972. This application Feb. 26, 1999, Appl. No. said steerable drive tower comprising: 
259,168. (a) an elongated main beam positioned beneath said corner 
This patent is subject to a terminal disclaimer. arm and operatively connected thereto, said mean beam 
Int. Cl.’ BOSB 1/34; FO2M 51/06;61/04 having opposite ends; 
U.S. Cl. 239—597 20 Claims (b) a drive wheel support positioned at each end of said main 
16. A method of providing a swirl generator for a fuel injector, beam and being rotatable with respect thereto about vertical 
the fuel injector having a valve body having an inlet, an outlet, and axes; 
a fuel passageway extending from the inlet to the outlet along a (c) a drive wheel mounted on each of said drive wheel 
longitudinal axis; an armature proximate the inlet of the valve supports; 
body; a needle valve operatively connected to the armature; a valve (d) a steering motor secured to said main beam and having a 
seat proximate the outlet of the valve body; and a guide member rotatable drive shaft extending vertically therefrom; 
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(e) an elongated first link arm, having opposite ends, having 
one end secured to said drive shaft and extending horizon- 
tally outwardly therefrom; 

(f) an elongated second link arm, having opposite ends, 
secured at one end to one of said drive wheel supports and 
extending outwardly therefrom; 

(g) an elongated third link arm, having opposite ends, secured 
at one end to the other of said drive wheel supports and 
extending outwardly therefrom; 

(h) and an elongated linkage pivotally secured to and extend- 
ing between the other ends of said second and third link 
arms; 

(i) the other end of said first link arm being pivotally secured 
at said elongated linkage whereby rotation of said drive 
shaft of said steering motor causes said drive wheel sup- 
ports to be pivotally moved; 

(j) the said one end of each of said second and third link arms 
being selectively adjustably secured, about a vertical axis, 
to the said drive wheel supports. 





6,039,274 
METHOD AND APPARATUS FOR CRUSHING 
NONCONDUCTIVE MATERIALS 

Nikolai Timofeevich Zinoviev, and Boris Vasilievich Siomkin, 

both of Tomsk, Russian Federation, assignors to Itac, Ltd., 

Niigata, Japan 
PCT No. PCT/JP96/00392, § 371 Date Oct. 20, 1997, § 102(e) 

Date Oct. 20, 1997, PCT Pub. No. WO96/26010, PCT Pub. 

Date Aug. 29, 1996 

PCT Filed Feb. 21, 1996, Appl. No. 913,087 

Claims priority, application Russian Federation, Feb. 22, 

1995, 95102571 
Int. Cl.’ BO2C 19/00 


U.S. Cl. 241—1 5 Claims 
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1. A method for crushing or smashing nonconductive materials 
by electric discharge impulse, comprising; 
setting parameters of an electric discharge circuit for supplying a 
discharge voltage to nonconductive materials such that P as 
expressed by the following equation is within a range of 
0.02=P= 1.0; 


Al 


Upt'/? 


where said parameters of said electric discharge circuit com- 
prise | which is a thickness of said nonconductive materials, 
Up an impulse voltage applied to said nonconductive materi- 
als, tT which is a time constant, and A which is a spark 
constant which is proportional to a sum total of currents 
flowing when said impulse voltage is applied to said noncon- 
ducive materials and a resistance and is inversely proportional 
to said thickness 1; and 

applying said electric discharge impulse from said electric dis- 
charge circuit to said nonconductive materials. 
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6,039,275 
ASPARTAME POWDERS FOR POWDER MIXTURES 
Hubertus J. M. Slangen, Stein, and Astrid E. Kemper, Maas- 
tricht, both of Netherlands, assignors to Holland Sweetener 
Company V.O.F., Geleen, Netherlands 
Continuation of application No. PCT/NL97/00377, Jul. 3, 
1997, Provisional application No. 60/036,845, Feb. 3, 1997. 
This application Jan. 4, 1999, Appl. No. 224,350. 
Claims priority, application Netherlands, Jul. 4, 1996, 
1003499 
Int. Cl.” BOOC 19/12 
U.S. Cl. 241—17 15 Claims 
1. A process for the preparation of aspartame powder for appli- 
cation in instant powder mixtures and instant desserts, comprising 
(i) crushing granular aspartame having a maximum moisture 
content of about 40 wt % in an impact mill while air is being 
supplied for discharging the crushed product from the impact 
mill, with drying, if necessary, to achieve a moisture content 
of less than 4 wt. %, to obtain a crushed product in which at 
least 70 wt % of the particles are smaller than 150 um, 
wherein said crushing is conducted 
(a) at temperature of 0-60° C. when starting from dry granu- 
lar aspartame having a moisture content of below 4 wt %, 
or 
(b) when starting from wet granular aspartame having a 
moisture content greater than 4 wt % but at most approxi- 
mately 40 wt %, supplying drying air having a temperature 
of 100-180° C.; and 
(ii) reducing immediately the fraction of particles <20 ym in the 
crushed product so obtained to less than 10 wt % using a fines 
sifter equipped with a rotary sifting wheel, wherein in said 
process, the air discharged from the impact mill, together with 
the crushed product, is supplied to the fines sifter without first 
separating any product out of the air discharged from the 
impact mill. 





6,039,276 
APPARATUS AND METHOD FOR CRUSHING SUGAR 
CANE 
Raymond John Hatt; David John Wilson, both of Bundaberg, 
and Druce Barry Batstone, Taringa, all of Australia, assign- 
ors to Bundaberg Foundry Engineers Ltd., Queensland, Aus- 
tralia 
Continuation of application No. PCT/AU97/00291, May 9, 
1997. This application Nov. 13, 1998, Appl. No. 191,145. 
Claims priority, application Australia, May 20, 1996, 
PN9930; Nov. 1, 1996, PN3356 
Int. Cl.” BO2C 19/12 


U.S. Cl. 241—30 8 Claims 








1. An apparatus for extracting juice from sugar cane, the appa- 
ratus having a pair of counter rotating rolls with a crushing zone 
between the rolls in which the cane is crushed, at least one of the 
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rolls having a peripheral juice channel extending about the roll and 
into which sugar juice can flow, the channel being configured such 
that, in use, a sealing plug of bagasse forms in an upper portion of 
the channel with a lower portion of the channel left free for holding 
the juice, bagasse plug removing means to remove the plug of 
bagasse after the bagasse has moved through the crushing zone to 
allow the juice to drain from the channel at a position where the 
juice does not contact the crushed cane blanket. 





6,039,277 
PULVERIZER 

Robert L. Hamm, 10535 Sheridan Lake Rd., and Gary L. 

Hamm, 10520 Sheridan Lake Rd., both of Rapid City, S. 

Dak. 57702 

Filed Nov. 6, 1998, Appl. No. 186,890 
Int. Cl.’ BO2C 11/08 

US. Cl. 241—189.1 








1. A pulverizer for fracturing solid materials comprising a hous- 
ing having an inlet for material to be pulverized and an outlet for 
discharging pulverized material, a rotor mounted in said housing, a 


power device driving said rotor about a substantially vertical axis, 
said rotor including a central member having a plurality of flail 
members connected thereto and extending outwardly therefrom 
when the rotor is rotated, said housing including anvils oriented in 
spaced relation above said flail members, said anvils reflecting 
sound waves produced by said flail members for fracturing solid 
materials and producing finely ground material. 





6,039,278 
SPINNING REEL FOR FISHING 
Ning Tao, Victoria, China, assignor to Jarvis Walker Pty. Ltd., 
Australia 
Continuation of application No. 08/915,501, Aug. 21, 1997, 
Pat. No. 5,865,386. This application Jan. 28, 1999, Appl. No. 
238,717. 
Claims priority, application Australia, Aug. 23, 
PO-1855 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ AOIK 89/03 


1996, 


U.S. Cl. 242—246 19 Claims 





1. A spinning reel for fishing, comprising: 
a casing; 
a main gear; 
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a handle shaft arranged to turn the main gear of the reel; 

a spool shaft defining a first axial end and a second axial end, 
said spool shaft being reciprocal in an axial direction during 
rotation of the handle shaft, a spool provided at said first axial 
end of the spool shaft mounted on the spool shaft by a front 
drag assembly, and an adjustable drag mechanism including a 
block fixed rotationally with respect to the spool shaft and 
located at the second axial end of the shaft, opposite to the 
first axial end; 

a rotor for winding fishing line onto said spool; 
switching means for selectively engaging the spinning reel 
between a first state being a main drag condition, in which the 
spool shaft is prevented from rotating relative to the casing, 
and a second state being a free spool state in which the spool 
shaft may be substantially free to rotate or may rotate subject 
to light drag provided by, and depending on the setting of, the 
adjustable drag mechanism; 

the switching means including a switch mechanism, said switch 
mechanism including a plate which is mounted to move 
parallel to the axial direction of the spool shaft, between a first 
and a second stable position, said plate defining an engage- 
ment means at one of its ends, 

wherein when said switch mechanism is in the first of the two 
stable positions the engagement means engages with a mating 
engagement means in the block to prevent rotation of the 
block and the spool shaft relative to the switch means and the 
casing to cause the spinning reel to be in the main drag 
condition; and 

wherein the switch mechanism is movable to the second stable 
position in which the engagement means is disengaged from 
the mating engagement means in the block, and the block and 
spool are free to rotate relative to the switch means to cause 
the spinning reel to be in the free spool state; and further 
comprising 
a return means associated with the main gear of the reel for 

switching the spool from the free spool state to the main 
drag condition when the handle shaft is rotated in a direc- 
tion to reel fishing line onto the spool. 





6,039,279 
PUSH BUTTON CLICK MECHANISM 
Peter Datcuk, Jr., 209 Center St., Apt. 3, Sewell, N.J. 08080, 
and Lou Duarte, 608 Alburger Ave., Philadelphia, Pa. 19155 
Filed Dec. 29, 1998, Appl. No. 222,510 
Int. Cl.’ AO1K 89/02 


U.S. Cl. 242—296 11 Claims 


1. In a fishing reel having a click mechanism to engage and 
disengage a click, the improvement comprising: 
a push button means for engaging said click mechanism to 
engage said click and to disengage said click; 
said click mechanism further comprising a click pin and a plate 
positioned such that said click is engaged when said pin is 
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engaged with said plate and disengaged when said pin does 
not engage said plate; 

said push button means comprising: 

a button means mounted on said reel having a button for inward 
and outward axial movement, and a plurality of teeth extend- 
ing inwardly into said real, and a selector means mounted 
within said reel and positioned to be engaged by a portion of 
said push button means for axial movement in response to 
axial movement of said push button means, and further posi- 
tioned to engage said click pin to cause movement thereof in 
response to movement of said selector means; 

said selector means comprising a plurality of teeth juxtaposed to 
said teeth of said push button means to be engaged thereby 
upon inward axial movement of said push button means. 


6,039,280 
MONITOR CABLE CADDY 
Roger D. Stephens, 141 Wellesley Crescent, #303, Redwood 
City, Calif. 94062, and Erwin Schmidmeister, Menlo Park, 
Calif., assignors to Roger D. Stephens, and Erwin Schidmeis- 
ter, both of Redwood City, Calif. 
Filed Jun. 1, 1998, Appl. No. 88,619 
Int. Cl.’ B65H 75/38 
U.S. Cl. 242—388.6 


7. A cable caddy for shortening and securing a length of cable, 
the caddy comprising: 

a base; 

at least one column projecting from the base; and 

at least one cable cartridge having a first end, a second end, a 
body defining a winding surface therebetween, and a stem 
attached to the first end of the cartridge, the stem being 
attached to the column, the stem having an elevated position 
and a retracted position relative to the base; and 

the column projecting from the base proximate the second end 
of the cable cartridge, the column shielding the second end of 
the cable cartridge from mechanical interference and the 
column interfering with the unwinding of the cable from the 
cartridge when (ie cartridge is in the retracted position, 

whereby a length of cable may be wound or unwound from the 
cartridge body in the elevated position and the cartridge may 
be retracted to confine the cable close to the base. 


6,039,281 
METHOD FOR JOINING TEXTILE YARNS FOR 
RESTORING THEIR CONTINUITY IN A WINDING UNIT 
Roberto Badiali, Pordenone; Luciano Bertoli, Fiume Veneto, 
and Giorgio Colomberotto, Sacile, all of Italy, assignors to 
Savio Macchine Tessili SpA, Pordenone, Italy 
Filed Mar. 12, 1996, Appl. No. 614,133 
Claims priority, application Italy, Mar. 31, 1995, MI95A0647 
Int. Cl.’ B6SH 69/04; DO1H 9/10 
U.S. Cl. 242—475.5 8 Claims 
1. A method for joining textile yarn in a winding unit to restore 
continuity, comprising the steps of: 
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inserting into ajoining device first and second yarn ends, then 

cutting said first and second yarn ends to a pre-determined 
length for joining, then 

tapering each of said first and second yarn ends, and then 
superimposing said first and second yarn ends for compacting 
to achieve a continuity connection, said method being charac- 
terized in that said inserting step is subjected to an acceptance 
check on the basis of predetermined quality standards before 
proceeding to said cutting step. 





6,039,282 
METHOD FOR MONITORING THE APPLICATION OF 
PARAFFIN ON A TRAVELING YARN 
Ferdinand-Josef Hermanns, Erkelenz, Germany, and Urs 
Meyer, Zurich, Switzerland, assignors to W. Schlafhorst AG 
& Co., Moenchengladbach, Germany 
Filed Dec. 21, 1998, Appl. No. 217,007 
Claims priority, application Germany, Dec. 20, 1997, 197 57 
009 
Int. Cl.’ B65H 63/00; BOSC 11/00 


U.S. Cl. 242—485.1 9 Claims 


0000000000) 


1. A method for monitoring the application of paraffin to a 
traveling yarn at a winding station of a cheese-producing textile 
machine, comprising the steps of driving a cheese frictionally by 
peripheral contact with a driven friction drum, alternatingly 
switching the driving of the friction drum on and off at intervals to 
produce periodic acceleration phases causing slippage between the 
friction drum and the cheese and intervening slippage-free run-out 
phases for preventing pattern yarn windings, and monitoring fric- 
tional behavior between the cheese and the friction drum during 
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the yarn winding by determining and evaluating values which are 
proportional to the coefficient of friction including continuously 
determining and comparing the peripheral speeds of the friction 
drum and the cheese as winding of the cheese progresses and 
identifying significant deviations in the relationship of the periph- 
eral speeds of the friction drum and the cheese as a loss of paraffin 
application. 


6,039,283 
THIN STRIP COILING SYSTEM 
Julio Manuel Munoz-Baca, Nuevo Leon, Mexico; Klaus 

Baumer, and Erhard Bald, both of Hilchenbach, Germany, 
assignors to Hylsa S.A. de C.V., San Nicolas de los Garza, 
Mexico, and SMS Schloemann-Siemag Aktiengesellschaft, 
Dusseldorf, Germany 

Filed May 19, 1998, Appl. No. 82,123 

Int. Cl.’ B65H /8/08;23/00; B21C 47/00 


U.S. Cl. 242—534 20 Claims 


1. In a high speed coiler system for thin metallic strip, the 
improvement comprising at least a pair of pinch rolls; at least one 
coiler mandrel; a flap guide positioned to intercept the head end of 
such thin strip emerging from said pinch rolls, said flap guide 
being selectively movable to at least two positions: a first position 
where said guide contacts at least one of said pinch rolls so that the 
head end of said strip is diverted to follow a path away of said 
pinch rolls and towards said coiler mandrel and also is prevented 
from winding up around said pinch rolls; and a second position, 
where said guide does not contact said pinch roll whereby unnec- 
essary wearing or marking of the pinch roll surface is avoided 
during the coiling operation after the strip has been engaged by the 
coiler mandrel and is being wound up around said coiler mandrel. 





6,039,284 
HAULAGE CAR FOR PAPER ROLLS 
Erwin Paul Josef Lehrieder, Gaukénigshofen; Klaus Walter 
Réder, and Hartwig Horst Trutschel, both of Wiirzburg, all 
of Germany, assignors to Koeing & Bauer Aktiengesell- 
schaft, Wurzburg, Germany 
PCT No. PCT/DE97/02027, § 371 Date Mar. 12, 1999, § 102(e) 
Date Mar. 12, 1999, PCT Pub. No. WO98/12132, PCT Pub. 
Date Mar. 26, 1998 
PCT Filed Sep. 11, 1997, Appl. No. 147,808 
Claims priority, application Germany, Sep. 16, 1996, 196 37 
771 
Int. Cl.’ B6S5H /9//2 
U.S. Cl. 242—559 3 Claims 
1. A transport car useable to transport rolls to a roll changer 
comprising: 
a transport car frame; 
rollers secured to said transport car frame and adapted to move 
said transport car frame in a roll transport direction; and 
at least first and second receivers on said transport car, each of 
said at least first and second receivers being perpendicular to 
said roll transport direction, said at least first and second 
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receivers being parallel to each other and each being adapted 
to receive a transport car. 


6,039,285 
DEVICE FOR UNWINDING REELS OF WEB MATERIAL 
COMPRISING A SYSTEM FOR CONTROLLING THE 
UNWINDING PRESSURE 
Guglielmo Biagiotti, Lucca, Italy, assignor to Fabio Perini 
S.p.A., Lucca, Italy 
PCT No. PCT/IT96/00074, § 371 Date Oct. 8, 1997, § 102(e) 
Date Oct. 8, 1997, PCT Pub. No. WO97/07609, PCT Pub. 
Date Feb. 27, 1997 
PCT Filed Apr. 16, 1996, Appl. No. 930,759 
Claims priority, application Italy, Apr. 21, 1995, F1950044 U 
Int. Cl.’ B6SH /6/10;23/185 


U.S. Cl. 242—563 12 Claims 


1. A device for unwinding a reel of web material in order to feed 
said material to a processing section, comprising: 

a support for the reel; 

an unwinding member for unwinding said reel, said unwinding 
member having an unwinding cycle; 

pressure applicator which causes said unwinding member to 
press on said reel, wherein pressure applied to said reel varies 
with diameter variation of said reel during unwinding, said 
pressure applicator including an actuator; and 

a detector for generating signals which are a function of a 
diameter of the reel; 

wherein said unwinding cycle includes continuous driving of 
said unwinding member and continuous application of vari- 
able pressure to said reel by said pressure applicator when 
said unwinding member is in said unwinding cycle, said 
variable pressure being adjusted over time based on said 
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signals from said detector to said actuator, said pressure being 
reduced as the diameter of the reel being unwound decreases. 


6,039,286 
INERTIAL STRAP TENSIONING APPARATUS AND 
METHOD FOR STRAPPING MACHINE 

Jack Abrams, Arlington Hts.; Timothy Pearson, Antioch, and 

Ronald Gurak, Oakwood Hills, all of Ill., assignors to Illinois 

Tool Works Inc., Glenview, Ill. 

Filed Dec. 15, 1995, Appl. No. 573,432 
Int. Cl.’ B6SH 16/00 


U.S. Cl. 242—564.4 10 Claims 








1. An inertial strap tensioning system for a strapping device, 
comprising: 

a reel; 

a coil of strap material disposed upon said reel; 

drive means engaged with a portion of said strap material which 
has been uncoiled from said reel for pulling additional strap 
material from said coil of strap material disposed upon said 
reel; and 

means interconnecting said reel and said drive means for iner- 
tially driving said drive means so as to continue pulling 
additional strap material from said coil of strap material when 
power to said drive means is terminated. 





6,039,287 
DETACHABLE INTEGRAL AIRCRAFT TAILCONE AND 
POWER ASSEMBLY 

Laurence D. N. Liston, Gilbert; Joseph L. Schoepf, Phoenix, 
and Charles Michael Royalty, Tempe, all of Ariz., assignors 
to AlliedSignal Inc., Morris Township, N.J. 
Provisional application No. 60/023,202, Aug. 5, 1996, Provi- 

sional application No. 60/023,080, Aug. 2, 1996. This applica- 

tion Jul. 15, 1997, Appl. No. 892,647. 
Int. Cl.’ B64D 27/00 

U.S. Cl. 244—54 3 Claims 

1. An aircraft tailcone assembly comprising: 

a longitudinal support member having forward and aft axial 
ends; 

a gas turbine engine mounted within said tailcone to said support 
member, said engine having an inlet and an exhaust; 

a firewall extending from said support member forward of said 
engine; 

at least one curved rotatable casing hingeably connected to said 
support member and rotatable from a closed position to an 
open position thereby exposing said engine; 
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an inlet duct extending from an aperture in one of said rotatable 
casings to said engine inlet; 

interface means for making necessary electrical, mechanical, 
pneumatic, and hydraulic accessory connections between said 
tailcone assembly and said aircraft body; 

a substantially conical casing attached to said second axial end 
of said support member extending from a forward end 
approximately adjacent said engine exhaust to an open aft 
end, said casing thereby providing a passage overboard for 
exhaust gas from said engine; and 
flange at said forward axial end of said support member 
adapted for quickly and rigidly attaching the entire tailcone 
assembly to said aircraft body. 


FLOOR UNIT 
Thomas Huber, Iffeldorf, and Martin Diirrwaechter, Irschen- 
berg, both of Germany, assignors to Telair International 
GmbH, Hausham, Germany 
Filed Feb. 25, 1998, Appl. No. 30,753 
Claims priority, application Germany, Mar. 10, 1997, 197 09 
751; Mar. 24, 1997, 197 12 278 
Int. Cl.’ B64C //20; 1/22; B64D 47/00 


U.S. Cl. 244—118.1 15 Claims 


1. A floor unit for the loading deck of an aircraft to facilitate the 
reception and positioning of cargo comprising: 

a unitary hollow profile including a cover plate, a floor plate 
disposed parallel thereto, and 

a plurality of profile elements separating the cover plate from the 
floor plate and defining a plurality of spaced apart channels, 
wherein the cover plate has a plurality of openings to receive 
ball element means in each of said spaced apart channels. 


Patent Not Issued For This Number 
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6,039,290 
ROBUST SINGULARITY AVOIDANCE IN SATELLITE 
ATTITUDE CONTROL 

Bong Wie, Phoenix; David A. Bailey, Glendale, and Christo- 

pher J. Heiberg, Peoria, all of Ariz., assignors to Honeywell 

Inc., Minneapolis, Minn. 

Filed Mar. 16, 1998, Appl. No. 39,959 
Int. Cl.” B64G //28 
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1. A satellite attitude control comprising a plurality of control 
moment gyros in an array and a controller for changing a gimbal 
angle on each gyro, characterized in that the controller comprises 
signal processing means comprising: 

means for receiving a desired satellite attitude signal; 

means for producing an actual satellite attitude signal; 

means for producing an attitude error signal from desired satel- 

lite attitude signal and the actual satellite attitude signal; 
means for producing a torque command signal in response to the 
attitude error signal; 

means for producing an angular rate signal for each gyro using a 

pseudo inverse control law that uses said torque command 
signal and a Jacobean value for the angle of the a gyro, said 
pseudo inverse including a term that prevents a singularity in 
the angular rate signal; and 

means for rotating a gyro in the array in response to the angular 

rate signal. 


6,039,291 
TOY TRAIN CONTROL SYSTEM 
Robert A. Dobson, IV, 733 Bennett St., Greenville, S.C. 29609 
Filed Apr. 13, 1998, Appl. No. 59,692 
Int. Cl.’ B61L 5/00 


U.S. Cl. 246—219 27 Claims 


1. A control system for use within a toy train system having a 
layout area including a track upon which a toy train runs, said 
control system comprising: 

a system component configured to operate within said toy train 

system and having a plurality of selective operative states; 
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a control device remote from said system component and con- 
figured to emit a limited width visible light signal respon- 
sively to activation by an operator; and 

a receiver mechanism disposed in operative communication with 
said system component, said receiver mechanism being con- 
figured to receive said signal and to distinguish said signal 
from ambient light. 


6,039,292 
WRIST REST ASSEMBLY 

Howard L. Danzyger, Aurora; Karenann Brow, Elgin; James 

Caruso, Evanston; Timothy Hibbard; Steven McPhilliamy, 

both of Chicago, and Michael Thuma, Des Plaines, all of IIL, 

assignors to Fellowes Manufacturing Co, Itasca, Ill. 

Filed Nov. 17, 1998, Appl. No. 193,921 
Int. Cl.’ B43L 15/00 


U.S. Cl. 248—118.5 11 Claims 


1. A wrist support assembly comprising: 

a base having a first end and a second end; 

a pivot post located near and movable about the first end of the 
base; 

a tray having a tray base having a first surface and a second 
surface; 

an elongated slot for receiving the pivot post, wherein the pivot 
post is movable within the elongated slot; and 

a retainer disposed on the perimeter of the tray for positioning a 
hand held object. 


6,039,293 
AUXILIARY DEVICE FOR BED-RIDDEN AND DISABLED 
PATIENTS 
Wilhelm Minet, Forchheim, Germany, assignor to Dipl.-Ing. 
Klaus Haken, Erlangen, Germany 
Filed Apr. 22, 1997, Appl. No. 841,459 
Claims priority, application Germany, Apr. 23, 1996, 296 07 
345; Dec. 21, 1996, 296 22 131 
Int. Cl.’ A47F 5/00 
U.S. Cl. 248—125.8 12 Claims 
1. An auxiliary device for a bed having a bed frame to aid 
disabled, bed-ridden patients to move about a bed space of the bed, 
said device comprising a four-sided post having a grip at one end 
extending toward the bed space and two grips extending parallel to 
a side of the bed, said grips being rigidly mounted on said post, a 
holder composed of a quadrangular pipe for telescopically receiv- 
ing a second end of the post in a form-fit, said holder having means 
for locking the post at selectable heights in the holder, and clamp- 
ing means for mounting the holder directly to a side of the bed, 
said clamping means for mounting the holder to the bed including 
two angle pieces being joined to the holder and extending in 
opposite directions, said bed frame being a profile bed frame, two 
clamp members having a cross sectional form of the profile bed 
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frame being respectively provided one for each angle piece and 
means for clamping the two clamp members onto the bed frame 
and connecting them to the angle pieces. 





6,039,294 
SUPPORT LEG FOR PARTITION WALLS 
Waterson Chen, No. 477, Kuo-Kuang Rd., Nan Dist., Taichung 
City, Taiwan 
Filed Jan. 14, 1998, Appl. No. 7,279 
Int. Cl.’ F16M ///24 
US. Cl. 248—188.4 


1. A support leg adapted to be attached to a bottom corner of a 
vertical partition wall which has a horizontal bottom end and a 
vertical side meeting the horizontal bottom end at the bottom 
corner, said support leg comprising: 

a unitary one-piece molded body which includes: 

an upper fitting portion adapted for fitting into the vertical 
side of the partition wall, said upper fitting portion having 
two opposing vertical plate portions, a plurality of 
U-shaped bends which extend from said vertical plate por- 
tions to bend substantially about a common vertical axis 
and which are spaced vertically, a plurality of horizontal 
grooves each being defined by adjacent two of said bends, 
and limit blocks formed on said vertical plate portions 
within said horizontal grooves; 

a lower sleeve portion extending downward from said upper 
fitting portion and having a female screw portion adjacent to 
said upper fitting portion, and a tubular portion extending 
downward from said female screw portion; 

a horizontal abutment portion projecting from said lower sleeve 
portion immediately below said upper fitting portion and 
adapted to abut against the bottom ends of the partition wall, 
said horizontal abutment portion having an engagement 
groove and an engagement projection; and 

a height adjustment threaded foot member for insertion into said 
tubular portion and for engagement with said female screw 
portion; 

said tubular portion being cylindrical and having a non-threaded 
cylindrical bore with a bottom open end for entrance of said 
foot member, said female screw portion having a cylindrical 
screw hole for engaging threadedly said foot member above 
said cylindrical bore, said screw hole having a lower end 
connected to said cylindrical bore, said cylindrical bore hav- 
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ing a constant cross-section from said bottom open end to said 
lower end of said screw hole and being coaxial with said 
screw hole. 





6,039,295 
MOUNTING SYSTEM 


Justinus Lambertus Theodurus de Beijer, Maarheeze, Nether- 


lands, assignor to Hunter Douglas International N.V., Neth- 
erlands Antilles 
Filed Feb. 17, 1998, Appl. No. 27,119 
Claims priority, application European Pat. Off., Feb. 19, 
1997, 97200473; Jul. 14, 1997, 97305177 
Int. Cl.’ E06B 9/323 


U.S. Cl. 248—262 20 Claims 


1. A mounting bracket for mounting a rail of a window covering 

product to a fixation surface, the mounting bracket comprising 

(a) a main body portion; 

(b) opposed edges on said main body portion, each of said 
opposed edges including a flange adapted to releasably lock 
into engagement with the rail of the window covering prod- 
uct; 

(c) a mounting aperture in said main body portion: 

(d) fixing means extending through said mounting aperture 
effective to fix the mounting bracket to the fixation surface; 
and 

(e) a convex curved surface formed on said main body portion, 
said mounting aperture being a circumferentially elongate slot 
located in said convex curved surface, whereby said main 
body portion and the rail supported thereby may be adjusted 
in position and at an angle determined by a position of said 
fixing means relative to said convex curved surface. 





6,039,296 
BEVERAGE CONTAINER HOLDER FOR A VEHICLE 
Yuji Nishina, Wako, and Toshihide Kimisawa, Yokohama, both 
of Japan, assignors to Honda Giken Kogyo Kabushiki Kai- 
sha, Tokyo, and Nifco Inc., Kanagawa-ken, both of Japan 
Filed Jul. 10, 1997, Appl. No. 891,566 
Claims priority, application Japan, Jul. 10, 1996, 8-198502 
Int. Cl.” A47K 1/08 
U.S. Cl. 248—311.2 25 Claims 

1. A beverage container holder for a vehicle comprising: 

a beverage container holding unit having a floor and generally 
upstanding walls defining a compartment with a rectangular 
opening on its top; 

a first holding member which extends across the opening of the 
beverage container holding unit and divides the compartment 
into two parts, 

a second holding member which is mounted to the first holding 
member and moveable between a relatively retracted position 
and a relatively extended position, in which the second hold- 
ing member protrudes laterally outwardly from the first hold- 
ing member wherein when in the relatively retracted position, 
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the second holding member defines a first container opening 
adapted to hold a relatively large beverage container, and 
when in the relatively extended position, the second holding 
member defines a second container opening smaller than the 
first container opening, the second container opening adapted 
to hold a relatively small beverage container that is smaller in 
diameter relative to the relatively large beverage container by 
creating a smaller cross-sectional area of the second container 
opening into which the relatively large beverage container no 
longer is able to be inserted. 





6,039,297 
HANDY FLASHLIGHT HOLDER 


Robert E. Johnson, 110 Fourth St., Dearborn Heights, Mich. 


48127 
Filed Sep. 30, 1998, Appl. No. 163,178 
Int. Cl.” A47F 5/00 


U.S. Cl. 248—314 2 Claims 


1. The combination of a flashlight and a flashlight holder com- 


prising: 


a flashlight holder with a casing, said casing having side walls 
with a hollow interior and an upper end and a lower end, said 
casing’s upper end being opened and adapted to receive the 
inserted body of a flashlight within the hollow interior of the 
casing; 
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a lower support member for engagement with the base of an 
inserted flashlight extending around the hollow interior of the 
casing and fixed to opposite casing walls; and 

a casing Cut out portion above the lower support member; and 

a flashlight having a side switch insertable into the casing and 
supported by the lower support member with the side switch 
extending into said casing’s cut out portion whereby said 
flashlight is received within the casing, and 

wherein said casing’s lower end is opened with the lower 
supporting member being adjacent thereto, and 

wherein said lower support member is a cylindrically shaped rod 
that extends across the hollow interior of the casing. 





6,039,298 
TAPERED STEEL POST 
Peter Stier, 615 Highway 16 East, Spring Valley, Minn. 55975 
Filed Sep. 12, 1997, Appl. No. 928,244 
Int. Cl.’ A45F 3/44 
U.S. Cl. 248—545 1 Claim 








1. Post support apparatus for retaining a mounting post with a 
base portion and a shank portion in generally upright disposition 
and with said post support apparatus including an elongated sup- 
port which comprises a stake portion at one end which is adapted 
to be driven into the earth and a post receiving portion at an 
opposed end including a cavity adapted to rigidly clampingly 
retain the base portion of the post therewithin; said post support 
apparatus being characterized in that: 

(a) said stake portion comprises a continuously tapered body of 
generally “X” shaped cross-section with outer edge surfaces 
therealong, and with a distal tip end for engaging the earth 
and a proximal end having a plate thereon upon which said 
post receiving portion is attached; 

(b) the body of said stake portion of the post support comprises 
a pair of 90-degree angle legs secured together along down- 
wardly converging axes, with their mutual apices being joined 
at the distal tips thereof, and with their mutual apices being 
spaced apart at the proximal end to form said downwardly 
converging axes; 

(c) said stake portion body thereby having a tapered configura- 
tion extending continuously from the proximal end to the 
distal tip end and wherein said stake portion is a dual tapered 
member provided with a gradually angularly tapered portion 
and a steeply angularly tapered tip portion, with the steeply 
angular tapered tip portion being formed adjacent the distal 
tip end, and with the distal tip terminating in a substantially 
pointed configuration, so that said outer edge surfaces of the 
pair of 90 degree angle legs including the surfaces of said 
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apices remain in firm contact with the subterranean earth as 
the stake post body is advanced into the earth; 

(d) wherein the gradually tapered portions of said stake portion 
and the disposition of said 90 degree angle legs forming said 
stake portion tapers at the rate of one-quarter inch for each 24 
inches of length, and wherein said steeply angularly tapered 
segment is tapered at an angle of about 10 degrees from a 
plane normal to the axis of said stake; and 

(e) said post receiving portion comprising a pair of mating 
flanged right angled post receiving plate members, with the 
first of said pair of members being attachably secured along 
its bottom edge to the said opposed end of the stake portion, 
and with the second of said pair of members being adapted to 
be adjustably clampingly secured to said first member for 
securing said post receiving plates together about the base 
portion of said mounting post so as to conform the dimensions 
of said post receiving portion to said post to securely clamp 
and support said post in upright disposition therewithin. 





6,039,299 
DAMPER AND ELECTRONIC EQUIPMENT EMPLOYING 
THE DAMPER 
Sei Ohnishi, Saitama, and Yoshinori Hatayama, Miyagi, both 
of Japan, assignors to Sony Corporation, Tokyo, Japan 
Filed Dec. 19, 1997, Appl. No. 994,649 
Claims priority, application Japan, Dec. 20, 1996, 8-341797 
Int. Cl.’ F16M 13/00; 1/00 


U.S. Cl. 248—562 4 Claims 
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1. A damper having one end mounted on a movable portion of a 
device and having another end mounted on a stationary portion of 
the device, the damper comprising: 

a main body portion formed of a flexible material, said main 
body portion having a hollow portion and a protuberant 
portion extending into said hollow portion with a shaft insert- 
ing hole formed in said protuberant portion for receiving a 
shaft mounted on the movable portion, said protuberant por- 
tion having an outer diameter at a location extending into said 
hollow portion of not less than 2.3 times an inner diameter of 
said shaft inserting hole; and 

a viscous material enclosed within said hollow portion of said 
main body portion. 





6,039,300 

GAS SUPPLY VALVE FOR GAS-POWERED VEHICLE 
Risuke Takamatsu, Osaka, and Seiichi Kimura, Osaka-fu, both 

of Japan, assignors to Robert Bosch GmbH, Stuttgart, Ger- 

many 

Filed Oct. 23, 1998, Appl. No. 177,598 

Claims priority, application Japan, Apr. 25, 1997, 9-122959; 

Feb. 16, 1998, 10-51462; Oct. 5, 1998, 10-282753 
Int. Cl.’ F16K 31/04 

U.S. Cl. 251—129.12 5 Claims 

1. A gas supply valve for a gas-powered vehicle comprising 

a valve body having a vertical stem opening, 
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a gas inlet member fixed to a lower end of the vertical stem 
opening to communicate with a gas container, 

an upper part stem slidably and rotatably inserted into the 
vertical stem opening on an upper side of the gas inlet 
member, 

a lower part stem slidably inserted into the vertical stem opening 
on the upper side of the gas inlet member to move up and 
down according to a rotation of the upper part stem, 

a valve member disposed in the lower portion of the gas inlet 
member for opening and closing the lower end of the opening 
of the gas inlet member with the up and down movements of 
the lower part stem, said valve member being urged with a 
spring force in a direction to close the gas inlet, 

a gas flow passage formed between the periphery of the lower 
part stem and the inner peripheral surface of the vertical stem 
opening to communicate the gas inlet and a gas supply pas- 
sage formed in the valve body, 

a ring-like seal member mounted onto the lower end portion of 
the upper part stem to contact an inside peripheral surface of 
the upper portion of the vertical stem opening with the periph- 
eral surface of the ring-like seal member under pressure, 

a ring-like stopper fixed to the upper opening portion of the 
vertical stem opening for receiving the upper end surface of 
the ring-like seal member with the under surface of the 
ring-like stopper, and 

an O-ring fixed to the peripheral surface of the upper end portion 
of the lower part stem to contact with the inside peripheral 
surface of the vertical stem opening under pressure for filling 
up a clearance between the peripheral surface of the lower 
part stem and the inside peripheral surface of the vertical stem 


opening. 





6,039,301 
CONTAINER AND SEALING DEVICE FOR USE IN THE 
CONTAINER 

Willem A. Westerhof, Drachten, Netherlands, assignor to U.S. 

Philips Corporation, New York, N.Y. 

Filed Sep. 9, 1997, Appl. No. 925,953 

Claims priority, application European Pat. Off., Apr. 22, 

1997, 972011811 
Int. Cl.’ F16K 51/00 

U.S. Cl. 251—144 18 Claims 

1. A container comprising a wall which defines a space for 
holding a fluid, and a sealing device connected to the wall, which 
sealing device comprises 

a coupling member having a seat and a channel which gives 
access to the space, ; 

a valve, which has been formed separately from the coupling 
member and which is movable with respect to the coupling 
member in a first direction parallel to the channel from an 
open position, in which the channel is open, to a closed 
position, in which the valve cooperates with the seat and the 
channel is closed, 
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a shoulder for exerting a force on the valve in the first direction, 
which shoulder is accessible via the channel to move the 
valve from the open position to the closed position, 

positioning means which position the valve in its open position 


with respect to the seat and which support the valve in said 


first direction, 

wherein 
the positioning means separate from the seat, and 
in its open position the valve is clear of the seat. 


6,039,302 
SWABBABLE LUER-ACTIVATED VALVE 

Andrew L. Cote, Sr., Merrimack, N.H., and Charles F. Ganem, 

Cape Neddick, Me., assignors to Nypro Inc., Clinton, Mass. 

Continuation of application No. 08/970,125, Nov. 13, 1997, 
Provisional application No. 60/031,175, Nov. 18, 1996, Provi- 
sional application No. 60/034,708, Jan. 3, 1997. This applica- 

tion Sep. 13, 1999, Appl. No. 394,169. 
Int. Cl.’ A61M 5/00 


U.S. Cl. 251—149.1 74 Claims 
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1. Anormally closed valve that may be opened upon insertion of 
a luer-tapered nozzle, the valve comprising: 

a housing defining a passageway having an inlet section and an 
outlet section, the housing being substantially rigid and hav- 
ing an exterior inlet face to which the inlet section opens; 

a substantially rigid cannula disposed within the passageway and 
extending into the inlet section, the cannula being movable 
between first and second positions corresponding to closed 
and open modes of the valve, the cannula having an inlet end 
and an outlet end; 

a substantially flexible, resilient gland member having 
a seal section disposed over the inlet end of the cannula, the 

seal section having a normally closed aperture there- 
through, 
a tubular section connected to the seal section and disposed 
around the cannula between cannula and the housing, and 
an attachment section connected to the tubular section and 
attached to the housing; 
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wherein, when the valve is in its closed mode, the seal section is 
substantially aligned with the exterior inlet face of the hous- 
ing so as to provide a swabbable surface. 





6,039,303 
HIGH PRESSURE FLUIDLINE CONNECTOR 
Robert B. Danielson, Mahtomedi, and Stanlee W. Meisinger, 
Golden Valley, both of Minn., assignors to FasTest, Inc., St. 
Paul, Minn. 
Filed Nov. 25, 1997, Appl. No. 978,256 
Int. Cl.’ F16L 37/28 


U.S. Cl. 251—149.6 32 Claims 


1. A fluidline connector, comprising: 

a body member having a central fluid passageway with a first 
valve secured therein, said first valve selectively controlling 
fluid flow through the passageway; 

a piston member slideably engaged with the body member, said 
body member being slideable relative to said piston member 
between a first position and a second position, and said first 
valve preventing flow through the passageway at said first 
position of the body member and said first valve permitting 
flow through said passageway at said second position of the 
body member; 

means for connecting a fluidline to the piston member; and 

positioning and retaining means for selectively controlling 
movement of the body member relative to said piston member 
between the first position and the second position and for 
retaining the body member at the second position, said posi- 
tioning and retaining means being in engagement with the 
body member and the piston member. 





6,039,304 
BALL VALVE WITH MODIFIED CHARACTERISTICS 
Bengt A. Carlson, Stamford, and Werner A. Buck, Ridgefield, 
both of Conn., assignors to Belimo Air Control (USA) Inc., 
Danbury, Conn. 
Filed May 26, 1998, Appl. No. 84,698 
Int. Cl.’ F16K 5//0 


U.S. Cl. 251—209 9 Claims 


1. A valve of the type having a casing provided with openings to 
be connected to a fluid pipe line, wherein at least one of the casing 
openings forms a groove and having a valve chamber therein with 
at least one inlet and outlet port for defining a fluid flow path 
through the valve chamber, the valve comprising: 
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a plug mounted in the valve chamber and having an exterior 
surface and two ends and a fluid flow passageway extending 
between the ends and through the plug, the plug having an 
axis of rotation extending transverse to the direction of the 
fluid flow passageway, the plug being rotatable about the axis 
of rotation for selectively turning the plug between an open 
position in which the fluid flow passageway is disposed along 
the fluid flow path between the inlet and outlet ports and a 
closed position in which the fluid flow passageway is dis- 
posed transverse to the fluid flow path; 

a disk having an opening therein, the disk located inside at least 
one of the inlet or outlet ports, the disk having at least two 
sides, wherein one of its sides closely conforms with and 
interfaces with the exterior surface of the plug, wherein the 
opening of the disk interacts with the fluid passageway 
extending between the ends of the plug so that different flow 
characteristics are achieved when the plug is moved between 
the open and closed positions; and 

an internal retaining ring sized and shaped to fit at least partially 
inside the groove, wherein the disk is retained by the internal 
retaining ring which is at least partially recessed into the 
groove in one of the casing openings. 


6,039,305 
BITE VALVE FOR HYDRATION BLADDER 
Matthew W. Hoskins, and Michel A. Boileau, both of Bend, 
Oreg., assignors to K-2 Corporation, Vashon, Wash. 
Filed Jan. 21, 1998, Appl. No. 10,388 
Int. Cl.” F16K 31/14 
U.S. Cl. 251—342 


1. A bite valve for controlling flow of fluid from a fluid source, 
the bite valve comprising: 
a deformable sleeve having an inner surface; and 
an elongate valve body received within the deformable sleeve, 
the valve body including: 
an inlet coupleable to receive fluid from the fluid source and 
defining a flow channel along a first axis; 
an outlet in fluid communication with the flow channel, the 
outlet having a sealing surface normally in sealing engage- 
ment with the deformable sleeve; and 
a stem interposed between the outlet and the inlet, the stem 
having a transverse width that is reduced relative to the 
sealing surface, such that deformation of the deformable 
sleeve toward the stem takes the sealing surface out of 
sealing engagement with the deformable sleeve. 
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6,039,306 
AEROSOL VALVE 
Louis Pericard, Hattersheim, Germany, and Georges 
Guillemot, Plaisir, France, assignors to Precision Valve Cor- 
poration, Yonkers, N.Y. 
Filed Jan. 7, 1998, Appl. No. 3,766 
Int. Cl.’ B65D 83/00 


U.S. Cl. 251—353 5 Claims 


1. In an aerosol valve comprising a hollow valve stem having a 
valve body at the base of the valve stem and a gasketed valve stem 
orifice, a valve housing surrounding the gasketed portion of the 
valve stem and the valve body, wherein said valve stem moves 
reciprocally within said valve housing in response to the presence 
or absence of manual force against the valve stem and, further, 
wherein there is a conduit for the flow of product/propellant from 
an associated pressurized aerosol container to the interior of the 
valve housing, the improvement comprising the base of the valve 
body having a tubular extension depending therefrom and the base 
of the valve housing having an upstanding tubular portion, which 
tubular extension may advance and abut against a surface of the 
upstanding tubular portion to form a seal between the tubular 
extension and the upstanding tubular portion to thereby preclude 
flow of product/propellant to the valve stem orifice when the valve 
is in an open position. 





6,039,307 

PLASTIC FENCING AND COMPONENTS THEREFOR 
Vic De Zen, 300 Greenbrook Drive, Woodbridge, Ontario, 

Canada, L4L 1A6 

Filed Dec. 4, 1997, Appl. No. 984,978 
Claims priority, application Canada, Dec. 10, 1996, 2192504 
Int. Cl.’ E04H 17//4 

U.S. Cl. 256—19 


1. A fence structure comprising spaced hollow plastic posts, 
vertically spaced hollow plastic rails extending between said posts, 
and connector means connecting the ends of said rails to said posts 
in a concealed connection, each connector means comprising a first 
connector member secured to and standing proud of the post to be 
connected and a second connector member having a first end to 
slidably receive and conceal said first connector member and a 
second end in the form of a sleeve to receive and support the rail 
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end to be connected to the post and means within said first end for 
interlockingly engaging with said first connector member. 





6,039,308 
PEOPLE GATE 
Frank Venegas, Jr., 5682 Lakeridge Dr., Brighton, Mich. 48116 
Continuation-in-part of application No. 08/870,101, Jun. 5, 
1997. This application Mar. 2, 1998, Appl. No. 33,135. 
Int. Cl.’ E04H 17/14 
10 Claims 


1. A knock down gate assembly comprising: 

a pre-existing hand rail assembly adapted to be a knock down 
hand rail system by rearranging said rails; 

a gate comprising a vertical rail removably disposed with said 
hand rail assembly; 

removable and replaceable polymerized sheathing surrounding 
said vertical rail having an interior diameter equal to or 
greater than the outer diameter of said vertical rail; 

said vertical rail extending below the length of polymerized 
sheathing for releasably securing said gate assembly in place 
and above said hand rail assembly from a handle; 

means for removably engaging said gate to said hand rail assem- 
bly; and 

means for locking said gate in an open or closed position upon 
rotation of said hand rail assembly. 





6,039,309 
METHOD AND APPARATUS FOR PRODUCING GAS 
BUBBLES IN A LIQUID MEDIUM 
Robert Kuklinski, Portsmouth, R.I., assignor to The United 
States of America as represented by the Secretary of the 
Navy, Washington, D.C. 
Filed Dec. 5, 1997, Appl. No. 986,024 
Int. Cl.’ BOIF 3/04 
US. Cl. 261—1 20 Claims 

1. An apparatus for generating uniformly sized gas bubbles in a 

flowing liquid, said apparatus comprising: 

a liquid boundary surface positioned in said flowing liquid such 
that said flowing liquid flows externally of said surface, said 
surface having at least one bubble formation aperture therein; 

a gas source in communication with said liquid boundary sur- 
face having said at least one bubble formation aperture; and 

at least one acoustic standing wave generating means positioned 
to generate standing waves in said liquid at said liquid bound- 
ary surface having said at least one bubble formation aperture 
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whereby uniformly sized gas bubbles are generated at said 
bubble formation aperture. 





6,039,310 
METHOD FOR VIBRATION DAMPING OF WORKPIECE 
TRANSPORT DEVICE DRIVEN ELEMENTS 
Peter Klemm, Stuttgart, and Hilmar Rudloff, Koengen, both of 
Germany, assignors to Schuler Pressen GmbH & Co., Ger- 
many 
Division of application No. 08/505,536, Jul. 21, 1995, Pat. No. 
5,692,736. This application Oct. 10, 1997, Appl. No. 948,420. 
Claims priority, application Germany, Jul. 21, 1994, 44 25 
739 
Int. Cl.’ F16M 1/00 


U.S. Cl. 267—137 6 Claims 
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1. A method for actively performing vibration damping of vibra- 
tions induced in driven elements of a workpiece transport device in 
a shaping machine, comprising the steps of determining in a 
shaping machine measured state values of the driven elements, 
entering the state values into a damping regulator operatively 
associated with a position regulating circuit and a damping regu- 
lator circuit to directly control drive of the driven elements in 
multiple axes of motion of the driven elements, using additional 
state values to determine the first-mentioned state values and 
thereby dampen vibrations in the driven elements. 





6,039,311 
AUTOMOTIVE DAMPING DEVICE 
Albert W. Farnsworth, P.O. Box 423, Newark Valley, N.Y. 
13811 
Filed Jan. 5, 1998, Appl. No. 2,787 
Int. Cl.’ B60G 13/00 
U.S. Cl. 267—227 12 Claims 
1. A damping mechanism for reducing or preventing leaf spring 
chattering during vehicle start-up, said vehicle comprising a frame 
and a pair of leaf springs, said damping mechanism comprising: 
a pair of two-way, hydraulic, piston-cylinder units, each one of 
said pair of hydraulic, piston-cylinder units being pivotally 
mounted to a respective leaf spring of said pair of leaf springs 
of said vehicle and said frame of said vehicle, each of said 
two-way, hydraulic, piston-cylinders comprising a piston dis- 
posed within a cylinder for moving hydraulic fluid from one 
side of said cylinder to an opposite side of said cylinder; 
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a pair of electrically operated valves in communication with the 
respective cylinder of each pair of said two-way, hydraulic, 
piston-cylinder units, for controlling movement of said 
hydraulic fluid in each respective cylinder, in order to create a 
damping effect as the leaf springs deflect; and 

an electrical switch, operatively connected to each of said electri- 
cally operated valves, for actuating each of said electrically oper- 
ated valves a sensor disposed adjacent each of said leaf springs, 
said sensor detecting deflection of said leaf spring and, in response 
thereto, generating a signal to actuate said electrical system. 


6,039,312 
WORKPIECE CLAMPING SYSTEM 

Manfred A. Morghen, 6924 Hyde Park Dr., No. 200, San Diego, 

Calif. 92119 

Division of application No. 08/613,808, Mar. 6, 1996. This 

application Mar. 3, 1997, Appl. No. 811,243. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ B23Q 1/00 
8 Claims 
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1. An index pin for fastening to a baseplate and extending into a 
workpiece hole for locating a workpiece relative to a baseplate 
which comprises: 

a head; 

least two flats on said head; 

means for fastening said head to a base plate with said flats 

aligned substantially perpendicular to said base plate; 

a coaxial extension having a proximal end secured to said head, 

a distal end extending opposite said proximal end and having 
a predetermined diameter for fitting into a base plate hole; 
an axial aperture through said head and extension; 

said axial aperture having an internal thread; 

at least one slot in the extension distal end; 

said axial aperture having a gradually decreasing diameter 

toward said distal end; and 

a setscrew threaded into said internal thread: 
whereby threading said setscrew toward said distal end will expand 
said extension into pressure contact with said base plate hole. 
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6,039,313 
CLAMP FIXTURES 
Eric J. Baculy, 7292 - 15 Mile Rd., Cedar Springs, Mich. 49319, 
assignor to Eric J. Baculy, Cedar Springs, Mich. 
Division of application No. 08/787,971, Jan. 23, 1997. This 
application Feb. 13, 1998, Appl. No. 23,825. 
Int. Cl.’ B25B 1/24 
U.S. Cl. 269—168 


1. A clamping system comprising: 

a first beam clamp including a beam and a pair of opposing 
jaws; 

a second beam clamp including a beam and a pair of opposing 
jaws, the jaws of the second beam clamp having a different 
configuration than the jaws of the first beam clamp; 

a first adaptor specially configured for releasable attachment to a 
jaw of the first beam clamp, and a connector on the first 
adaptor for translationally fixing and releasably attaching a 
workpiece clamping fixture to the first adaptor; 

a second adaptor specially configured for releasable attachment 
to a jaw of the second beam clamp, and a connector on the 
second adaptor for translationally fixing and releasably attach- 
ing a workpiece clamping fixture to the second adaptor; and 

a clamping fixture configured for releasable attachment to either 
of the adapters. 


6,039,314 
SELF-FILLING STORAGE DEVICE FOR CARD-SHAPED 
DATA CARRIERS 
Gert Miller, and Peter Hoffges, both of Ménchengladbach, 
Germany, assignors to Scheidt & Bachmann GmbH, Ger- 
many 
Filed Jun. 13, 1997, Appl. No. 874,557 
Claims priority, application European Pat. Off., Jun. 29, 
1996, 96110551 
Int. Cl.’ B65H 3/44 


U.S. Cl. 271—9.01 12 Claims 





1. A self-filling storage device for memory cards, said storage 
device comprising: 

at least one storage container having a storage compartment; 

said storage compartment having a common opening for receiv- 
ing and releasing memory cards; 

a cover plate for covering said common opening; 

said cover plate having a first face facing said storage compart- 
ment and a second face facing away from said storage com- 
partment; 

said cover plate having a cutout; 

a first spring mounted in said storage compartment; 

at least one separating roller positioned in said storage container 
at said second face and having a first position in which said 
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separating roller projects through said cutout into said storage 
compartment against a return force generated by said first 
spring; 

said separating roller acting on a memory card positioned in said 
storage compartment at said first face or acting on a memory 
card positioned at said second face for insertion into said 
storage compartment; 

at least one transport roller positioned in said storage container 
at said second face and cooperating with said second face for 
transporting a memory card across said cover plate. 


6,039,315 
UNIVERSAL PAPER CASSETTE 

Kwang-taek Lim, Kwangmyung, Rep. of Korea, assignor to 

Samsung Electronics Co., Ltd., Kyungki-do, Rep. of Korea 

Filed Jul. 20, 1998, Appl. No. 118,817 

Claims priority, application Rep. of Korea, Aug. 30, 1997, 

97-44420 
Int. Cl.’ B6SH ///0 


U.S. Cl. 271—160 10 Claims 
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1. A universal paper cassette, including: 

a case; 

a paper pressing plate pivotally installed in the case to pivot 
upward or downward and for receiving paper sheets on an 
upper surface of the paper pressing plate; 

side guide members installed within the case to be slidable 
widthwise according to a width of the paper sheets for sup- 
porting corresponding sides of the paper sheets when received 
in said case; 

at least one spring installed within the case for elastically biasing 
the paper pressing plate upward; and 

an elastic unit for controlling an elastic force against the paper 
pressing plate in accordance with a movement of the side 
guide members, the elastic unit having two ends, wherein one 
end is fixed to at least one of the side guide members and the 
other end is fixed to the paper pressing plate. 





6,039,316 
MULTI-HIERARCHICAL CONTROL SYSTEM FOR 
CONTROLLING OBJECT MOTION WITH SMART 

MATTER 

Warren B. Jackson, San Francisco, and Tad H. Hogg, Moun- 
tain View, both of Calif., assignors to Xerox Corporation, 
Stamford, Conn. 

Filed Mar. 2, 1998, Appl. No. 33,792 
Int. Cl.’ B65H 29/24; GO1K 15/00 
U.S. Cl. 271—194 20 Claims 
1. A transport assembly for moving an object, comprising: 
sensor units arranged on the transport assembly for providing 
positional information of the object; 

actuator units arranged on the transport assembly for moving the 
object relative to the transport assembly; and 

computational elements arranged multi-hierarchically into 
groups for controlling motion of the object along the transport 
assembly; the groups of computational elements being 
coupled to selected ones of said sensor units and said actuator 
units to define zones of control; each zone of control overlap- 
ping with other zones of control to coordinate transition of 
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control between the computational elements as the object 
moves along the transport assembly. 


6,039,317 
GRIPPER RELEASING DEVICE SIGNATURE 
CONVEYOR 
Felix Kramer, Vordemwald, Switzerland, assignor to Grapha- 
Holding AG, Hergiswil, Switzerland 
Filed Sep. 16, 1997, Appl. No. 931,185 
Claims priority, application Switzerland, Nov. 5, 1996, 
19962728 
Int. Cl.’ B65H 29/04 


U.S. Cl. 271—204 11 Claims 








1. An apparatus for transporting signatures comprising. 

endless loop pulling means (5); 

a plurality of grippers (3), each including a lever arm (13), a 
stationary gripping element (9) and a movable gripping ele- 
ment (10) for providing an open and a close position of each 
gripper, said plurality of grippers (3) being attached in sub- 
stantially equal distance from each other to said endless loop 
pulling means (5); 

an actuating device (11) counterbalancing a biasing force of a 
spring (34) so as to displace each moveable gripping element 
to the open position said actuating device (11) having two 
ends, the actuating device (11) being driven from its rest 
position and acting on the lever arm, wherein one end of said 
actuating device (11) facing away from the lever arm (13) is 
pivotally supported, and between its two ends the actuating 
device (11) is pivotally coupled to a connecting rod (20) 
which is supported by a revolving crank (21) disposed on a 
drive shaft (28); and 

a control rotor (30) secured to said drive shaft (28), wherein said 
control rotor (3) cooperates with a stationary initiator (31) for 
initiating one of braking of said revolving crank (21) and 
holding of said actuating device (11) in the home position. 
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6,039,318 
RESETTABLE PUZZLE 
Otto Kuczynski, 715 Terrace Heights, Wyckoff, N.J. 07481 
Continuation-in-part of application No. 08/787,306, Jan. 24, 
1997, Pat. No. 5,725,213. This application Mar. 4, 1998, Appl. 
No. 34,845. 
This patent is subject to a terminal disclaimer. 
Int. Cl.’ A63F 9/08 


U.S. Cl. 273—153 S 3 Claims 


1. In a puzzle of the type including a rectangular base piece, a 
raised rectangular frame surrounding the sides of said base piece 
and defining therewith a recessed platform; and a plurality of 
rectangular flattened pieces which are positionable on said plat- 
form within said frame, and of dimensions and number when so 
positioned in mutual lateral contact as to provide a single rectan- 
gular void space among the pieces; the said flattened pieces being 
slidable on the plane of said platform subject to lateral restraint by 
one another; and the object of the puzzle being to proceed from a 
designated starting configuration of the flattened pieces, and inter- 
change the respective initial positions of designated flattened 
pieces by successive sliding movements of pieces in and out of the 
said void space; the improvement comprising: 

said flattened pieces being slidingly interengaged with adjacent 

such pieces, and said frame and pieces adjacent thereto being 
slidingly interengaged, whereby the said pieces may be inter- 
slid in the plane of said platform on which they are disposed 
in an effort to solve said puzzle, while maintaining integrity of 
the entire puzzle and precluding removal of the pieces from 
the said plane; 

each of said flattened pieces having recessed tracks on two 

adjoining lateral edges and a projecting fin-like tab extending 
along the remaining two lateral edges; the frame defining with 
said base piece a further recessed track extending along two 
sides of said platform; the tabs of adjacent flattened pieces 
being engaged in the said tracks; and the frame defining with 
said base piece a rail extending along the remaining two sides 
of said platform for being received in the adjacent tracts of 
said flattened pieces; 

said frame having a removable and replaceable piece at one side, 

and the inwardly facing remaining three sides of said frame 
having projections forming supports for said base piece, said 
base piece and said flattened pieces being receivable and 
removable from said frame by sliding in and out through the 
open side of said frame by the user of the puzzle to enable 
separation and subsequent reassembly of the base piece and 
frame; whereby the user upon concluding that the movements 
of the flattened pieces to a then arrived at configuration will 
not enable solution of the puzzle, may restore the flattened 
pieces to their starting configuration, and then replace the end 
piece at the frame, thereby enabling restarting of his or her 
efforts to solve the puzzle; 

said puzzle further including user readable indicia defining the 

initial arrangement of the pieces of said puzzle, to enable the 
user to configure the pieces to the starting configuration for 
said puzzle; each of said flattened pieces being provided with 
said user readable indicia; and the said platform being pro- 
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vided with user readable indicia matching the indicia of said 
flattened pieces; the indicia on said platform defining the 
initial arrangement of the pieces of said puzzle to enable the 
user to configure the pieces to said starting configuration. 





6,039,319 
HYGIENIC FITTING WITH THERMAL EXPANSION 
AREA FOR GASKET 

Richard L. Coonce, Seven Hills; Aaron Safula Sharghi, Stow, 

and Douglas Alan Slife, Hudson, all of Ohio, assignors to 

Swagelok Company, Solon, Ohio 
Provisional application No. 60/038,993, Feb. 24, 1997, Provi- 
sional application No. 60/075,081, Feb. 18, 1998. This applica- 

tion Feb. 19, 1998, Appl. No. 26,206. 
Int. Cl.’ F16L 23/22 


U.S. Cl. 277—314 34 Claims 


1. A flange joint and gasket for joining and sealing tube or pipe 
ends that define an axial flow passage there through, comprising: 

a first annular flange and a second annular flange, each of said 
flanges being at a respective one of the tube ends; said flanges 
having axially opposed end faces and adjacent radial end 
walls that define a circumferential groove when the joint is 
assembled; 

said groove having a first portion open to the flow passage of the 
tubes and having a second portion that extends radially out- 
ward from said groove first portion, said groove second por- 
tion being radially bounded by said radial end walls; and 

a polymeric gasket to seal the assembled joint to prevent loss of 
fluid from the flow passage of the tubes, said gasket having a 
gasket first portion that seals said groove first portion and 
having a gasket second portion that extends from said gasket 
first portion and into said groove second portion; 

said gasket first portion comprises a rib that is axially com- 
pressed when the joint is assembled, said rib when under 
compression in the assembled joint being radially displaced to 
form a subtatially flush bore line seal that is contiguous with 
interior surfaces of the tubes; and 

said gasket second portion being axially compressed when the 
joint is assembled and engaging with said radial end walls to 
produce a radial compression of said gasket; said gasket 
second portion having a volume that is less than volume of 
said groove second portion to provide an expansion space in 
said groove second portion when the joint is assembled. 
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6,039,320 
ADJUSTABLE SEAL FOR PROPELLER DRIVE SHAFT 
George MacDonald, Garrettsville, Ohio, assignor to Duramax 
Marine, LLC, Middlefield, Ohio 
Division of application No. 08/316,883, Oct. 3, 1994, Pat. No. 
5,639,098. This application Jun. 13, 1997, Appl. No. 876,092. 
Int. Cl.’ F16J 15/34; B63H 23/36 


U.S. Cl. 277—370 7 Claims 





3. A fluid sealing device for a propeller drive shaft extending 
through an opening in the hull of a vessel, the shaft having a 
generally linear axis and having seal ring means with a seal ring 
seal surface, the seal ring means being mounted to the shaft for 
rotation with the shaft, said device having a shaft-receiving pas- 
sageway and comprising: 

adapter ring means having an aft end for connection to different 

types of adapters extending through the opening in the hull; 
friction ring means having a friction ring seal surface for engag- 
ing the seal surface to create a watertight seal; 

biasing means for exerting a biasing force on said friction ring 

means to provide for the engagement of said friction ring seal 
surface and the seal ring seal surface; 

resilient means for preventing the flow of water along the shaft, 

said resilient means extending or retracting with the fore and 
aft movement of the shaft and said friction ring means; 

slide ring means attached to said resilient means for preventing 

the movement of said resilient means along the axis of the 
shaft, said slide ring means being independent of said friction 
ring means and movable relative to said friction ring means; 
and 

support means for supporting said biasing means between said 

slide ring means and said friction ring means; 

said friction ring means being movable relative to said slide ring 

means and to said support means, in response to movement of 
the shaft, while said friction ring means is biased by said 
biasing means to maintain the engagement of said friction 
ring seal surface and the seal ring seal surface. 


6,039,321 
PISTON RING DEVICE FOR USE IN A COMBUSTION 
ENGINE OF A VEHICLE 
Sung Hwan Jo, Kyunggi-Do, Rep. of Korea, assignor to Hyun- 
dai Motor Company, Ltd., Seoul, Rep. of Korea 
Filed Oct. 28, 1997, Appl. No. 958,980 
Int. Cl.’ F16J 9/00 
U.S. Cl. 277—435 8 Claims 

1. A piston ring system of an internal combustion engine com- 

prising: 

a cylinder; 

a piston being disposed within said cylinder; 

a ring groove being disposed around said piston, said ring 
groove including a first side wall, a second side wall, and an 
end wall; and 

a piston ring disposed within said ring groove, said piston ring 
including a compression ring portion, an oil ring portion, and 
an auxiliary ring portion, said oil ring portion including means 
for expanding and contracting said oil ring portion, said 
expanding and contracting means contacting said cylinder and 


GENERAL AND MECHANICAL 


said end wall during a power stroke of said piston, said 
expanding and contracting moving away from a cylinder wall 
during an exhausts stroke of said piston, said expanding and 
contracting means including a serpentine configuration bias- 
ing said compression ring portion and said auxiliary ring 
portion, said serpentine configuration comprising a first slope 
portion, a second slope portion and a third slope portion, 
wherein the compression ring can distribute pressure to the 
first slope portion so that only the first slope portion can move 
to slidably adhere to a wall of the cylinder during compres- 
sion and explosion operations, whereby power loss due to 
contact of said piston ring with said cylinder is substantially 
minimized during exhaust strokes of said piston. 





6,039,322 
SEALING ARRANGEMENT 

Rolf Stadler, Heppenheim, Germany, assignor to Firma Carl 

Freudenberg, Weinheim, Germany 

Filed Nov. 4, 1997, Appl. No. 963,721 

Claims priority, application Germany, Nov. 23, 1996, 196 48 

602 
Int. Cl.’ F16J /5/32 


U.S. Cl. 277—551 15 Claims 
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1. A sealing arrangement for sealing a shaft, comprising: 

a thrust ring including a first radially inwardly pointing leg and 
an axially extending second leg, the second leg having radial 
external characteristic, the thrust ring having a coating com- 
posed of an elastomeric material, the coating, under a radial 
prestressing, being positioned against a wall of a housing 
which defines a bore hole of the housing, the first leg com- 
posed of a hard material, the second leg being at least partially 
enclosed by the coating on an end face, the end face facing 
away from a space of the housing to be sealed, the second leg 
and the coating being positioned against a longitudinal limit 
stop of the wall in a vibrational isolating manner, the coating 
separating the longitudinal limit stop from the end face; 
roller bearing provided in a radial direction between the 
second leg and the shaft, the roller bearing including a radi- 
ally inner race which has a side portion, the side portion of the 
inner race extending in a substantially vertical direction; and 

a rotary shaft seal provided in the bore hole, the seal including a 
sealing lip which surrounds the shaft, the seal being radially 
prestressed to arrange the sealing lip on the first leg, the 
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sealing lip provided in an axial direction on a particular side 
of the roller bearing and on the first leg facing the space in the 
housing to be sealed, 

wherein the first leg extends at an acute angle from the side 
portion of the inner race, and wherein the first leg and the 
second leg, respectively, are provided with the elastomeric 
material only on a side facing away from the roller bearing. 





6,039,323 
RUBBER MOLDED GASKET WITH COMPRESSION 
LIMITER 
Martin Mockenhaupt, Highland Park, and Michael J. Szott, 
Hanover Park, both of Ill., assignors to Fel-Pro Incorpo- 
rated, Skokie, Ill. 
Filed Feb. 11, 1998, Appl. No. 21,887 
Int. Cl.’ FO2F 11/00;15/02 


US. Cl. 277—593 12 Claims 


1. A gasket assembly comprising: 

a) a rigid annular core member having upper and lower surfaces; 

b) a plurality of spaced, rigid stop members secured to said core 
member, each stop member having a first portion of a first 
thickness and a second stop portion of a second substantially 
greater thickness than said first portion, said second portion 


substantially defining a fastener hole offset laterally from said 
core member; and 

c) an elastomeric material substantially covering said upper and 
lower surfaces of said core member and said first portion of 
each stop member. 





6,039,324 
BULKHEAD PENETRATOR AND METHOD FOR 
SEPARATING CABLES FROM A BULKHEAD 
PENETRATOR 
Gene J. Santa, Jr., 56 Maplewood Rd., Middletown, R.I. 02842 
Filed Jan. 20, 1998, Appl. No. 8,921 

Int. Cl.’ H02G 15/113 

2 Claims 


U.S. Cl. 277—606 


1. In a bulkhead penetrator comprising a housing, a first grom- 
met plate having peripheral recesses therein and adapted to be 
received by said housing, a grommet for disposition adjacent said 
first grommet plate in said housing and having bores therein 
alignable with said recesses, a second grommet plate for disposi- 
tion adjacent said grommet in said housing and having peripheral 
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recesses alignable with said bores of said grommet, and a retaining 
ring for connection to said housing to lock said second grommet 
plate, said grommet, and said first grommet plate in said housing, 
said second grommet plate recesses and said grommet bores and 
said first grommet plate recesses being adapted to receive and 
retain cables extending from outside said bulkhead, substantially 
axially through said penetrator, into a compartment defined in part 
by said bulkhead, an improvement wherein: 
said retaining ring comprises a plurality of discrete annular 
sections, each of said sections being mountable on said hous- 
ing upon disconnection from said housing, being movable 
away from said cables in directions transverse to an axis of 
said penetrator; and 
said grommet comprises a plurality of discrete portions, each of 
said grommet portions having one of said bores therein, and a 
slit therein extending from said one bore to a periphery of said 
grommet, each of said portions having a peripheral edge 
comprising, a portion of a circle, and first and second edges 
extending from a center of the circle radially outwardly to 
said peripheral edge, each of said grommet portions being 
movable along only one of said cables and being movable 
radially outwardly from the axis of the penetrator. 





6,039,325 
RESILIENT BRAIDED ROPE SEAL 
Bruce M. Steinetz, Westlake, and Lawrence A. Kren, Fairview 
Park, both of Ohio, assignors to The United States of 
America as represented by the Administrator of National 
Aeronautics and Space Administration, Washington, D.C. 
Continuation-in-part of application No. 08/739,342, Oct. 17, 
1996, abandoned. This application Apr. 9, 1998, Appl. No. 
57,898. 
Int. Cl.’ F16J 15/02 


U.S. Cl. 277—633 37 Claims 


. A scaling article comprising: 

a core having crush resistance properties in a load bearing 
direction and fluid flow resistance properties in a sealing 
direction generally perpendicular to the load bearing direc- 
tion, wherein the core extends in a longitudinal direction 
generally perpendicular to both the load bearing direction and 
the sealing direction; 

a spring member, wherein the spring member includes a plural- 
ity of coils, wherein each coil in the plurality of coils extends 
in surrounding relation of and in supporting connection with 
the core, and wherein in transverse cross section along the 
load bearing direction each coil includes a first coil section on 
a first side of the core and a second coil section at an opposed 
side of the core, and wherein a coil segment extends between 
the first and second sections of each coil whereby each coil 
includes two coil segments, and wherein each first coil section 
is disposed away from each immediately longitudinally adja- 
cent first coil section, and wherein each coil segment is 
disposed away from and extends generally parallel to each 
immediately longitudinally adjacent coil segment, and 
wherein each of the two coil segments which comprise each 
coil is disposed at a substantial acute angle in the same 
angular direction relative to the load bearing direction, 
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wherein the spring member is resiliently deformable in the 
load bearing direction; and 

a generally impervious cover extending longitudinally and in 
generally surrounding overlying relation of the core and the 
spring member. 


6,039,326 
DEVICE FOR ROLL STABILIZATION OF A MOTOR 
VEHICLE 
Ivo Agner, Bad Homburg, Germany, assignor to Luk 
Fahrzeug-Hydraulik GmbH & Co. KG, Bad Homburg, Ger- 
many 
PCT No. PCT/EP97/03761, § 371 Date Jul. 6, 1998, § 102(e) 
Date Jul. 16, 1996, PCT Pub. No. WO98/02322, PCT Pub. 
Date Jan. 22, 1998 
PCT Filed Jul. 14, 1997, Appl. No. 43,048 
Claims priority, application Germany, Jul. 16, 1996, 196 28 
612; Jul. 23, 1996, 196 29 582 
Int. Cl.’ B60G 21/055 


U.S. Cl. 280—5.506 28 Claims 








1. A device for reducing the rolling tendency of a motor vehicle 
with at least one axle that carries at least two wheels, wherein said 
axle is provided with a roll stabilizer that includes two stabilizer 
sections which can be turned relative to one another with the aid of 
a hydraulic device controlled by an electronic control device, with 
at least one pump that supplies the hydraulic device, and with a 
valve unit that cooperates with the hydraulic device and influences 
the turning direction as well as the coupling of the stabilizer 
sections, and wherein the valve unit contains a changeover valve 
and a safety valve that can be activated independently of the 
changeover valve. 





6,039,327 
ANIMAL-LIKE RIDE-ON TOY VEHICLE 
Donald Spector, 380 Mountain Rd., Union City, N.J. 07080 
Continuation-in-part of application No. 08/840,655, Apr. 25, 
1997, Pat. No. 5,813,896. This application Jun. 13, 1997, Appl. 
No. 874,520. 
Int. Cl.’ A63G 19/00 
U.S. Cl. 280—7.021 5 Claims 

1. A ride-on vehicle for a pre-school child comprising: 

A. a generally rectangular rolling platform having attached 
thereto adjacent its four corners a pair of front wheels and a 
pair of rear wheels; and 

B. a soft, four-legged simulated animal figure mounted on the 
platform, said figure having soft foreleg appendages which 
extend below the platform over the sides of the front wheels 
and soft rear leg appendages which extend below the platform 
over the sides of the rear wheels to effectively conceal the 
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wheels whereby as a child who sits astride the figure propels 
the platform by pushing it with his feet engaging the ground 
the child appears to be riding the animal, not the platform, 
said figure having a torso section to which the appendages are 
hinged and a neck section extending upwardly from the front 
of the torso section and joined to a head section. 


6,039,328 
ICE SKATE BLADE 
Christoph Pawlowski, Nordenhamer Strasse 231, Delmenhorst, 
Germany, 27751; Giinter Langer, Walter-Flex-Weg 24b, Del- 
menhorst, Germany, 27753, and Wilhelm Meyer, Buchen- 
strasse 19, Brake, Germany, 26919 
Filed Jul. 8, 1997, Appl. No. 889,483 
Claims priority, application Germany, Aug. 13, 1996, 296 13 
965 U; Jan. 14, 1997, 297 00 477 U 
Int. Cl.’ A63C /7//8 


U.S. Cl. 280—7.13 8 Claims 
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1. An ice skate blade for a roller skate of the incline skate type 
having an elongate carrier with at least four transversely extending 
openings spaced apart lengthwise thereof for receiving correspond- 
ing ones of at least four transversely extending axles for rotatable 
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a first double pivot mechanism interconnecting the forward 


mounting on the carrier at least four roller skate wheels, the 
mount with the truck device and including a first member 


improvement in said ice skate blade comprising: 


said ice skate blade having a front end and a rear end and a 
lengthwise extent there between, said blade further having a 
first front-to-rear extending edge forming an ice-contacting 
blade edge, a second front-to-rear extending edge spaced from 
said first edge, and substantially parallel first and second sides 
extending between said first and second edges; 

said ice skate blade having extending transversely there through 
from said first side to said second side (a) a substantially- 
circular opening (b) first and second substantially-elongate 
openings located between said substantially-circular opening 
and one of said front and rear ends, and (c) a third 
substantially-circular opening located between said 
substantially-circular opening and the other of said front and 
said rear ends; 

all of said openings being located adjacent said second edge and 
aligned lengthwise of said blade along a line substantially 


pivotably attached on an upper end to the forward mount 
and pivotably attached on a lower end to the truck device, 
a second double pivot mechanism interconnecting the rear- 
ward mount with the truck device and including a second 
member pivotably attached on an upper end to the rearward 
mount and pivotably attached on a lower end to the truck 
device; 
the truck device being a continuous member interconnecting the 
lower ends of the first and second members; and 
means for resiliently biasing the truck device with respect to the 
shoe. 


6,039,330 
BRAKING SYSTEM FOR IN-LINE SKATES 


parallel to said first edge; 

said elongate openings being elongated in the lengthwise direc- 
tion of said blade; and 

the elongate extent of said elongate openings increasing with 
increasing distance of said elongate openings from said sub- 
stantially circular opening; 

whereby, upon alignment of said substantially circular opening 
with the transverse axle opening in the carrier that is located 
second in line from an end of the carrier, said elongate 
openings in said blade align with respective ones of the other 
transverse axle openings in the carrier. 


Robert F. Hoskin, 3885 Berkeley View Dr., Duluth, Ga. 30136- 
3084 
Continuation-in-part of application No. 08/620,675, Mar. 26, 
1996, abandoned. This application Oct. 1, 1997, Appl. No. 
942,134. 
Int. Cl.’ A63C 1/7//4 


US. Cl. 280—11.2 9 Claims 





6,039,329 
ROLLER SKATE SHOCK ABSORBER SYSTEM 
Clay Allen Burns, Boston; Peter Madelaire Nielsen, Quincy; 


John Aloysius Sullivan, and Frederic Ballou-Viaux Sullivan, 
both of Wayland, all of Mass., assignors to Evolutionary 
Designs, Inc., Wayland, Mass. 

Continuation-in-part of application No. 08/984,187, Jan. 11, 
1996, Pat. No. 5,823,543. This application Jul. 10, 1997, Appl. 
No. 889,828. 

Int. Cl.’ A63C 17/02 
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US. Cl. 280—11.19 44 Claims 


1. An in-line roller skate used on a skating surface, said roller 
skate comprising: 

a pair of side frames; 

at least two skate wheels assemblies rotatably mounted between 
the side frames about parallel skate wheel rotational axes 
spaced apart a prescribed wheel spacing distance so that the 
skate wheel assemblies are generally aligned along a common 
straight path and so that the peripheral surfaces on adjacent 
skate wheel assemblies define a minimum clearance distance 
therebetween; 

an engaging assembly defining a central axis therethrough and a 
generally cylindrical peripheral skate wheel engaging surface 
therearound having a diameter greater than the minimum 
distance between the peripheries of the skate wheel assem- 
blies, said skate wheel engaging surface adapted to friction- 
ally engage the peripheries of the two adjacent skate wheel 
assemblies so that said engaging assembly is frictionally 
engaging the skate wheel assemblies; 

means for selectively moving said engaging assembly toward 
the peripheries of the two adjacent skate wheel assemblies so 
that said engaging assembly frictionally engages the peripher- 
ies of the two adjacent skate wheel assemblies and is rotated 
thereby while the contact forces between said engaging 








1. A suspension system for a skate including a shoe and a truck 
device, the suspension system comprising: 
a four bar linkage including: 
a forward mount connectable to the shoe, 
a rearward mount connectable to the shoe, 





Marcu 21, 2000 


assembly and the two adjacent skate wheel assemblies are 
substantially equalized; and 

means for applying a braking force to said engaging assembly so 
that said engaging assembly retards the rotation of the two 
adjacent skate wheel assemblies while said engaging assem- 
bly is frictionally engaging the peripheries of the two adjacent 
skate wheel assemblies, said means further including second- 
ary means for limiting the movement of said engaging assem- 
bly toward the two adjacent skate wheel assemblies to prevent 
said engaging assembly from passing between the two skate 
wheel assemblies, 

wherein said secondary means comprises limit means for con- 
tacting said engaging assembly to limit the movement thereof 
toward the two adjacent skate wheel assemblies, and 

wherein said limit means includes a limit roller rotatably 
mounted between the skate side frames adapted to engage 
said engaging assembly to limit the movement thereof toward 
the two adjacent skate wheel assemblies while allowing said 
engaging assembly to roll on said limit roller and while 
maintaining frictional driving contact between the two adja- 
cent skate wheel assemblies so that said engaging assembly 
continues to apply braking forces to the two skate wheel 
assemblies while engaging said limit roller. 





6,039,331 
CATERPILLAR BOARD DESIGNED IN PARTICULAR 
FOR USE ON GRASS SLOPES 

Hans jun Schneider, and Rolf Schneider, both of Aebischen, 

CH-3202 Frauenkappelen, Switzerland 
PCT No. PCT/CH96/00070, § 371 Date Sep. 22, 1997, § 102(e) 

Date Sep. 22, 1997, PCT Pub. No. WO96/29129, PCT Pub. 

Date Sep. 26, 1996 

PCT Filed Mar. 1, 1996, Appl. No. 913,799 

Claims priority, application Switzerland, Mar. 23, 1995, 825/ 

95 
Int. Cl.’ B62B /3/00 


US. Cl. 280—14.2 13 Claims 


2. Apparatus adapted particularly for the purpose of riding over 
grass or lawn slopes, said apparatus comprising: 

a load-bearing structure formed at least in part from tubing or 
rods and comprising mounting bindings; and 
crawler unit connected to said load-bearing structure, said 
crawler unit comprising at least two lengthwise tracks, said 
tracks being slightly concave-curved towards each other, said 
tracks being located adjacent to one another, their being 
aligned parallel to one another and located opposite of one 
another in laterally reversed fashion, said tracks being con- 
nected to one another by way of cross-struts, said load- 
bearing structure further comprising a track body for each of 
said tracks, said track body comprising a circuiting plate, 
wherein the cross-struts are mounted to the track bodies for 
the purpose of mutually connecting the track bodies. 
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6,039,332 
STEERABLE HAND TRUCK 
Jack L. Austin, 2740 Lee Rd., 179, Salem, Ala. 36974 
Filed Oct. 31, 1997, Appl. No. 962,250 
Int. Cl.’ B62B 1/12 


US. Cl. 280—47.17 12 Claims 























1. A steerable hand truck, comprising: 

an elongated rigid frame having an upper end, a lower end, and 
a pair of opposed sides; 

a load platform extending forwardly from the lower end of said 
elongated rigid frame for supporting loads to be transported; 

a pair of handles pivotally connected to the upper end of said 
elongated rigid frame; 

a pair of wheel axles pivotally connected to the lower end of 
said elongated rigid frame, one wheel axle being positioned 
on each side of said frame; 

a pair of wheels, one wheel being rotatably mounted on each of 
said wheel axles; and 

a steering mechanism including 
a sheathed steering cable that is operatively connected to each 

of said pivotable handles and each of said wheel axles, 
wherein said steering cable transmits pivotal movement of 
said handles to said wheel axles such that pivotal articula- 
tion of said handles effects turning of said wheel axles and 
said wheels attached thereto, 

a pair of spindle brackets operatively mounted to the lower 
end of said elongated rigid frame, one spindle bracket being 
positioned on each side of said frame, a pair of axle 
spindles, one axle spindle being pivotally mounted to each 
of said spindle brackets, said wheel axles being mounted to 
said axle spindles such tha: one wheel axle extends out- 
wardly from each axle spindle, and 

an inner axle sleeve directly mounted to said elongated rigid 
frame and a central axle concentrically positioned within 
said inner axle sleeve and free to rotate therein, said central 
axle having opposed ends extending from said inner axle 
sleeve, one spindle bracket being rigidly mounted to each 
of said opposed ends of said central axle such that said 
spindle brackets are maintained in parallel relationship. 


6,039,333 
HIKER’S UTILITY TRAIL CART 
Steven Lee Hamblin, 6349 E. Paeo Otono, Tucson, Ariz. 85750 
Filed Feb. 9, 1998, Appl. No. 21,065 
Int. Cl.’ B62B 1/00 
U.S. Cl. 280—47.18 31 Claims 
1. A wheeled cart comprising: 
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a load support frame having a proximal end and a distal end, 
wherein said proximal end includes a handlebar, wherein said 
distal end of said frame is narrower than said proximal end, 
said frame assuming a generally A-shape, and wherein said 
distal end includes a first and a second wheel supporting 
brace; and, 

a first and a second wheel rotatably secured, respectively, to said 
first and said second brace in such a way that the distance 
between said wheels is about 14.0 inches maximum. 


6,039,334 
RACK AND PINION STEERING DEVICE 

Keita Ozeki, Ichinomiya, Japan, assignor to TRW Steering 

Systems Japan Ltd., Aichi-Ken, Japan 

Filed Sep. 17, 1998, Appl. No. 156,785 
Claims priority, application Japan, Sep. 29, 1997, 9-264001 
Int. Cl.’ B62D 5/22;7/22 

U.S. Cl. 280—93.514 
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1. A rack and pinion steering device which converts a rotary 
motion of a steering wheel into turning movement of a set of 
wheels, said steering device comprising: 

a linearly movable rack shaft, the linear motion of the rack shaft 

turning the set of wheels, 

an auxiliary shaft slidably supported parallel to said rack shaft, 

a connecting member for interconnecting ends of said auxiliary 

shaft and said rack shaft, said connecting member having a 
spherical portion formed on the end of said rack shaft and 
swingably engaged in said connecting member to interconnect 
the end of said rack shaft and said connecting member to 
prevent the transmission of rotary movement between said 
auxiliary shaft and said rack shaft, and 

ball joints having spherical portions disposed along axial lines of 

tie rods to interconnect said tie rods and said auxiliary shaft, 
said auxiliary shaft being slidably supported by a pair of 
bearings which are disposed at a predetermined interval on a 
device unit, and said tie rods and said auxiliary shaft are 
interconnected between said pair of bearings to securely sup- 
port said ball joints. 
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6,039,335 
ADJUSTABLE CROSS-LOADING GO-CART CHASSIS 
Brian M. H. Sheridan, West Bend, Wis., assignor to Sheridan 
Racing Design, LLC, West Bend, Wis. 
Filed Dec. 30, 1998, Appl. No. 223,572 
Int. Cl.’ B60G 7/00; B60P 7/00; B62D 7/00 
U.S. Cl. 280—124.103 21 Claims 


1. A wheel mounting system for a vehicle having a frame 
including a pair of spaced side members extending in a front-rear 
direction, comprising 

a wheel mounting member pivotably mounted to each frame 

side member for pivoting movement about a front-rear pivot 
axis; and 

a support member interconnected between each wheel mounting 

member and the frame side member opposite the frame side 
member to which the wheel mounting member is pivotably 
mounted, wherein the support members are oriented so as to 
extend transversely relative to the frame, and wherein each 
support member defines a first end interconnected with one of 
the wheel mounting members at a location spaced above the 
frame side member to which the wheel mounting member is 
mounted and defines a second end located at an elevation 
below the first end and interconnected at the second end with 
the other one of the frame side members. 





6,039,336 
VEHICLE AXLE SUSPENSION ASSEMBLY 
Christopher Frey, Bessenbach, Germany, assignor to Otto 
Sauer Achsenfabrik Keilberg, Bessenbach-Keilberg, Ger- 
many 
Filed Sep. 19, 1997, Appl. No. 934,125 
Int. Cl.’ B60G 7/00; 11/28 


U.S. Cl. 280—124.128 27 Claims 


1. An axis suspension assembly for suspending a vehicle axle, 
said assembly comprising: 

a rigid axle body to extend transversely of a vehicle; 

a radius arm having a front end to be articulated to a chassis of 
the vehicle and a rear end; 

said radius arm supporting an end of said axle body, with said 
radius arm encompassing a portion only of said axle body in 
the direction of a circumference thereof, said portion being 
equal to at least 180°; 
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said radius arm being fixed by a welded seam to said axle body 
along all edges of said radius arm bordering said axle body; 
and 

said axle body comprising a tubular member having a reinforced 
wall in the region of said welded seam. 


6,039,337 
VEHICLE SUSPENSION WITH STROKE-REDUCING 
LINKAGE 
Brian A. Urbach, Rochester Hills, Mich., assignor to TRW Inc., 
Lyndhurst, Ohio 
Filed Nov. 3, 1997, Appl. No. 962,692 
Int. Cl.’ B60G 3/20;/1/16 


U.S. Cl. 280—124.134 1 Claim 





1. Apparatus comprising: 

a vehicle steering knuckle (16); 

a structural vehicle part (14); 

a control arm (20) which is pivotal relative to said vehicle part at 
a first joint (46) and is pivotal relative to said vehicle steering 
knuckle at a second joint (44); 

a lever supported on said vehicle part for movement pivotally 
about an axis which is fixed relative to said vehicle part; 

a shock absorber pivotally connected to said lever at a third joint 
(70) which is spaced a first distance from said axis, 

a rigid single push rod pivotally connected to said lever at a 
fourth joint (76) which is spaced a second, greater distance 
than said first distance from said axis; 

said single rigid push rod being pivotally connected at one of its 
ends to said control arm and being pivotally connected at its 
other end to said lever at said fourth joint, the connection of 
said one end of said push rod to said control arm being closer 
to said first joint (46) than to said second joint (44); 

said shock absorber extending from said third joint to a fifth 
joint at which said shock absorber is pivotally connected to 
said vehicie part, said axis being located between said third 
and fourth joints. 





6,039,338 
SOUND GENERATING DEVICE FOR SPOKED WHEEL 
Larry Perea, and Kim Perea, both of 1118 Ridgegate Ct., 
Antioch, Calif. 94509 
Filed Oct. 23, 1997, Appl. No. 956,381 
Int. Cl.’ B62H 1/00 
U.S. Cl. 280—288.4 5 Claims 
1. A sound generating device for a spoked wheel on a vehicle, 
comprising: 
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a. a base member, said base member including a clamp for 
attachment to a portion of the vehicle in the vicinity of the 
wheel, said base member including a slot therethrough apart 
from said clamp, said slot in said base member including a 
large section and a narrow section, said narrow portion of said 
slot terminating in a mouth communicating with the exterior 
of said base member; and 

. a flange element, said flange element including a first elon- 
gated anchor portion connected to a second flap portion, said 
first elongated anchor portion sliding within and held by said 
slot, said second flap portion of said flange element extending 
outwardly from said narrow portion of said slot, said second 
flap portion being resilient and capable of striking the spoked 
wheel. 


6,039,339 
TOW BALL AND SHIN PROTECTOR 
Louis Bello, 248 Manassas Dr., Manassas Pk., Va. 20111 
Continuation-in-part of application No. 08/328,273, Oct. 3, 
1994, Pat. No. 5,533,743. This application Jul. 7, 1997, Appl. 
No. 888,248. 
Int. Cl.’ B6OR 2//34 


U.S. Cl. 280—507 4 Claims 


1. A shock absorbing device comprising a body, an expandable 
opening in the body capable of fitting over a tow ball of a vehicle, 
and protrusions extending away from the body toward the vehicle 
which will exert pressure against nearby parts of the vehicle, 
wherein the body extends beyond the tow ball’s outer perimeters 
thereby providing protection to passersby against accidental injury, 
enhanced visibility, and a protective covering for said tow ball, 
wherein said body is inflatable and deflatable, and constructed of 
pliable, non-porous plastic or rubber stock formed in one or more 





2408 


pieces thermally welded together, and wherein the body further 
includes spout and plug means of inflation and deflation. 





6,039,340 
GAS BAG COVER 
Anton Fischer, Heuchlingen, Germany, assignor to TRW Occu- 
pant Restraint Systems GmbH, Alfdorf, Germany 
Filed Sep. 10, 1997, Appl. No. 926,961 
Claims priority, application Germany, Sep. 26, 1996, 296 16 
823 U 
Int. Cl.’ B6OR 21/16 


U.S. Cl. 280—728.2 4 Claims 


1. Apparatus attachable to a vehicle, said apparatus comprising: 

a gas bag cover of pliant material having an outside wall and at 
least one molded fastener web protruding from said outside 
wall, said fastener web having outer opposite surfaces and 
through-holes spaced from each other extending through said 
fastener web; 

a reinforcement part embedded in said fastener web, said rein- 
forcement part having a double-layer plate with first and 
second layers spaced from each other and arranged on said 
outer opposite surfaces of said fastener web, said reinforce- 
ment part covering only a part of each of said outer opposite 
surfaces, said first and second layers being connected by 
integrally molded sleeves having through-bores, each of said 
sleeves completely lining an inside of one of said through- 
holes; and 

fastener means for attaching said gas bag cover and said rein- 
forcement part to the vehicle, said fastener means being 
extendable through said through-bores in said sleeves. 





6,039,341 
AIR BAG MODULE ASSEMBLY 

Mark Harvey Doxey, Troy, and Shirley M. Young, Mechanics- 

burg, both of Ohio, assignors to General Motors Corpora- 

tion, Detroit, Mich. 

Filed Dec. 17, 1998, Appl. No. 233,864 
Int. Cl.’ B6OR 21/16 

U.S. Cl. 28@—728.2 10 Claims 

1. An air bag module comprising an air bag, an air bag mounting 

bracket and a housing, characterized by 

the housing having a front, opposed sides, a top, a bottom, a rear 
opening, and a door connected to each opposed side by a 
flexible hinge and sized such that when folded over the rear 
opening they will overlap and close the opening, 

a mounting bracket mounting an air bag on one side and includ- 
ing a tab having an enlarged head supported by a narrow stem 
extending from the other side, 

a slot formed in each door such that, when the doors are folded 
over to close the opening, the slots are slightly offset from 
alignment with each other and with the tab, 

the housing being formed of flexible plastic such that when the 
air bag and mounting bracket are inserted within the housing 
and the doors closed, the housing may be deformed by manu- 
ally squeezing to align the slots on both doors to enable the 
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tab enlarged head to protrude through the aligned slots so that, 
when the housing is manually released, the slots will misalign 
to cause the slot peripheries to grip the tab stem beneath the 
enlarged head to secure the doors closed and secure the 
mounting bracket and air bag within the housing. 





6,039,342 
AUTOMOTIVE AIR BAG DEVICE 
Tsuneo Sasaki, Omiya, Japan, assignor to Kansei Corporation, 
Japan 
Filed Apr. 10, 1998, Appl. No. 58,909 
Claims priority, application Japan, Apr. 11, 1997, 9-093442 
Int. Cl.’ B6OR 2//20 
U.S. Cl. 280—728.3 


1. An automotive air bag device comprising: 

a lid, adapted to cover an air bag inflation opening in an 
automotive panel member; 

said lid having an attachment piece defining at least one support 
opening; 

an air bag activation unit fastened to said lid; 

said air bag activation unit having at least one hook member 
adapted for engagement with said at least one support open- 
ing; 

an elastic tongue piece on a first edge of said at least one of said 
support openings; 

said elastic tongue piece blocking said at least one hook member 
from disengagement from said at least one support opening; 
and 

said hook member resiliently displaces said tongue piece while 
said hook member is being engaged with said support open- 
ing. 
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6,039,343 
AIR BAG COVER WITH HORN SWITCH 
David F. Scherer, Ortonville, Mich., assignor to TRW Vehicle 
Safety Systems Inc., Lyndhurst, Ohio 
Filed Dec. 23, 1997, Appl. No. 996,659 
Int. Cl.’ B60R 2///6; HO1H 9/00 


U.S. Cl. 280—731 10 Claims 





1. An apparatus for covering an inflatable vehicle occupant 

protection device, comprising: 

a cover having a rupturable tear seam defining first and second 
portions of said cover, said tear seam having a base portion 
disposed between and releasably joining said first and second 
cover portions to enable movement of at least one of said first 
and second cover portions from a closed condition to an open 
condition upon inflation of the inflatable device; and 

a switch assembly in an electric circuit for actuating an electri- 
cally actuatable device of the vehicle, said switch assembly 
including a first switch member underlying said first cover 
portion and a second switch member underlying said second 
cover portion, at least one of said first and second switch 
members being movable with said at least one of said first and 
second cover portions, said second switch member having a 
predetermined weakened portion entirely underlying said sec- 
ond cover portion and spaced laterally apart from said tear 
seam; 

said first cover portion being manually engageable to operate 
said first switch member to actuate said electrically actuatable 
device, said second cover portion being manually engageable 
to operate said second switch member to actuate said electri- 
cally actuatable device; 

said switch assembly including a non-rupturing connector mem- 
ber extending across said tear seam and electrically intercon- 
necting said first switch member and said second switch 
member; 

said connector member being connected with said second switch 
member adjacent to said predetermined weakened portion, 
said predetermined weakened portion being rupturable due to 
force applied by said connector member upon inflation of the 
inflatable device. 


VEHICLE OCCUPANT WEIGHT SENSOR APPARATUS 
Mark A. Mehney, Commerce Township; Michael C. McCarthy, 
Birmingham; Michael G. Fullerton, Ypsilanti, and Floyd J. 
Malecke, South Lyon, all of Mich., assignors to TRW Inc., 
Lyndhurst, Ohio 
Filed Jan. 9, 1998, Appl. No. 5,054 
Int. Cl.’ B60R 2//32 
U.S. Cl. 280—735 5 Claims 
1. Apparatus comprising: 
a vehicle seat frame; 
a plurality of deflectable mounting structures which together 
bear the entire weight of said frame; 


GENERAL AND MECHANICAL 


a plurality of vehicle occupant weight sensor assemblies, each of 
said weight sensor assemblies comprising a strain gauge 
mounted on a corresponding one of said defiectable mounting 
structures; and 

a vehicle occupant protection device responsive to said weight 
sensor assemblies. 





6,039,345 
SYSTEM AND METHOD FOR SENSING VEHICLE DOOR 
EDGE MOVEMENT 
Leonard S. Cech, Strongville, Ohio; Michael R. Sewell, 
Chatham, Canada; Edward J. Gillis, South Lyon, Mich., and 
David B. Talley, Olney, Md., assignors to Automotive Sys- 
tems Laboratory, Inc., Farmington Hills, Mich. 
Provisional application No. 60/035,454, Jan. 17, 1997. This 
application Jan. 16, 1998, Appl. No. 7,990. 
Int. Cl.’ B6OR 2//32 


U.S. Cl. 280—735 34 Claims 


1. An apparatus for controlling the activation of a motor vehicle 
safety restraint system responsive to a crash, comprising: 

a. a motor vehicle comprising a first set of two proximal ele- 
ments that undergo relative motion responsive to the crash; 
b. a first magnetic circuit spanning between proximal portions of 
said two proximal elements of said motor vehicle, wherein 
said first magnetic circuit has both a magnetic field and a 
reluctance, the magnetic field of said first magnetic circuit is 
responsive to the reluctance of said first magnetic circuit, the 
reluctance of said first magnetic circuit responsive to said 

relative motion, and said first magnetic circuit comprises: 
i). a first plurality of coils responsive to the magnetic field of 
said first magnetic circuit; 
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ii). at least one first permanent magnet as the source of 
magnetomotive force for said first magnetic circuit; and 
iii). at least one first air gap between said two proximal 

elements of said motor vehicle, wherein said at least one 
first air gap defines a first separation zone; and 
. @ processor operatively connected to said first plurality of 
coils, wherein said magnetic field of said first magnetic circuit 
is responsive to said relative motion of said first set of two 
proximal elements of said motor vehicle, each of said first 
plurality of coils generates a signal responsive to the changes 
in said magnetic field of said first magnetic circuit, and said 
processor controls the activation of said motor vehicle safety 
restraint system responsive to said signal. 


6,039,346 
AIR BAG MODULE WITH VARIABLE INFLATION 

Shawn Gregory Ryan, Dayton; James Lloyd Webber, Center- 

ville, both of Ohio, and Joachim Borowski, Remscheid, Ger- 

many, assignors to General Motors Corporation, Detroit, 

Mich. 

Filed Jan. 17, 1997, Appl. No. 785,562 
Int. Cl.” B6OR 21/26 

U.S. Cl. 280—736 


1. An air bag module for restraint of an occupant in a vehicle, 
the air bag module comprising: 

an air bag; 

an inflator being activatable to discharge inflator gas for inflating 
the air bag, the inflator having a predetermined number of 
discharge ports through which inflator gas is discharged and 
through which the level of inflation gas into the air bag can be 
varied; 
housing having a wall adjacent the discharge port of the 
inflator, the housing including a predetermined number of 
vent openings equal to the number of discharge ports through 
which the level of inflation gas into the air bag can be varied; 

a movable member alignable with the vent openings, the mov- 
able member being movable relative to the vent openings for 
opening and closing the vent openings at a predetermined 
time during inflator activation to control the amount of infla- 
tor gas discharged into the air bag and the amount of inflator 
gas expelled out through the vent openings of the housing; 
and 

a device being activatable during activation of the inflator to 
move the movable member relative to the vent openings at the 
predetermined time during inflator activation; 

the vent openings on the housing and the discharge ports on the 
inflator being directly aligned with each other such that sub- 
stantially all of the inflator gas discharged from the predeter- 
mined number of discharge ports through which the level of 
inflation gas into the air bag can be varied is expelled out 
through the vent openings when the movable member is 
positioned for opening the vent openings. 


6,039,347 
LIQUID PROPELLANT AIRBAG INFLATOR WITH DUAL 
TELESCOPING PISTONS 
Alfred Charles Maynard, Pittsfield, Mass., assignor to General 
Dynamics Armament Systems, Inc., Falls Church, Va. 
Provisional application No. 60/037,231, Feb. 3, 1997. This 
application Dec. 19, 1997, Appl. No. 994,135. 
Int. Cl.’ B6OR 21/26 
U.S. Cl. 280—736 25 Claims 


/ 








1. An airbag inflator comprising: 

a housing; 

first and second pistons in telescoping relation to one another 
and mounted for axial sliding motion within the housing; 

a combustion chamber within the housing; 

a reservoir within the housing containing a liquid propellant; 

an injection orifice, through which the liquid propellant may 
flow from the reservoir into the combustion chamber; 

a coupling chamber within the housing containing a hydraulic 
fluid exposed to the first and second pistons; and 

a pyrotechnic initiator within the housing operable to pressurize 
the combustion chamber, the combustion chamber pressure 
exerting a force tending to drive the first piston in a first axial 
direction to pressurize the coupling chamber hydraulic fluid, 
and the pressurized coupling chamber hydraulic fluid exerting 
a force tending to drive the second piston in a second axial 
direction opposite the first axial direction to pressurize the 
liquid propellant in the reservoir, the liquid propellant pres- 
sure exceeding the combustion chamber pressure, such that 
the liquid propellant may be regeneratively pumped through 
the injection orifice into the combustion chamber for combus- 
tion to produce airbag inflation gas. 





6,039,348 
VARIABLE OUTPUT INFLATOR WITH ADAPTIVE HEAT 
SINKING 
Robert Raymond Niederman, Chandler, Ariz.; Allen Richard 
Starner, Springboro, and Shawn Gregory Ryan, Dayton, 
both of Ohio, assignors to General Motors Corporation, 
Detroit, Mich. 
Filed Oct. 9, 1998, Appl. No. 169,269 
Int. Cl.’ B60R 21/26 
U.S. Cl. 280—741 15 Claims 


1. An air bag inflator having variable output performance for 
inflating an air bag cushion, the air bag inflator comprising: 
a housing having a first end wall, a second end wall, and an 
outer wall disposed therebetween, wherein the outer wall 
further includes a first outlet and a second outlet in fluid 
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communication with the air bag cushion, the housing further 
including a storage chamber disposed therein, the storage 
chamber being receptive to a pressurized inert gas and is in 
fluid communication with the air bag cushion and the first 
outlet under reduced level deployment conditions and is in 
fluid communication with the second outlet and the air bag 
cushion under full level deployment conditions; 

a first filter material disposed in fluid communication with the 
first outlet for removing heat from the pressurized inert gas 
during reduced level deployment conditions; and 

a pyrotechnic device disposed within an interior of the housing 
for heating the pressurized inert gas upon activation of the air 
bag inflator. 


6,039,349 
DEVICES WITH INFLATABLE MEMBERS FOR 
PROTECTING VEHICLES AGAINST IMPACTS 
Jean-Jacques Laporte, La Rochelle; Eric Tassily, L’Houmeau, 
and Frédéric Muttin, La Rochelle, all of France, assignors to 
GEC Alsthom Transport SA, Paris, France 
Filed Jun. 22, 1998, Appl. No. 100,960 
Claims priority, application France, Jun. 23, 1997, 97 07 769 
Int. Cl.’ B6OR 19/02 


U.S. Cl. 280—748 5 Claims 








1. A device with inflatable members for protecting vehicles 
against impacts wherein, once inflated, said inflatable members are 
disposed alongside each other so as to have a general shape 
substantially identical to the general shape of the area of the 
vehicle to be protected and said inflatable members each have a 
general shape enabling them to be interleaved laterally with the 
two directly adjacent inflatable members. 





6,039,350 
MOTOR VEHICLE ADJUSTABLE TELESCOPIC 
STEERING COLUMN 

Helmut Patzelt, Kernen, and Gottfried Schremmer, Tamm, 

both of Germany, assignors to DaimlerChrysler AG, Stut- 

tgart, Germany 

Filed May 1, 1997, Appl. No. 848,867 

Claims priority, application Germany, May 2, 1996, 196 17 

561 
Int. Cl.’ B62D ///] 

U.S. Cl. 280—775 12 Claims 

1. Adjustable telescopic steering column for a motor vehicle, 
comprising a locking device, and at least one longitudinally adjust- 
able telescopic section configured to be held in an adjusted position 
by the locking device, and a locking part configured to apply a 
frictional holding force to the adjustable telescopic section and is 


GENERAL AND MECHANICAL 


configured to act independently of the locking device for the 
adjusted position. 


6,039,351 
MOTOR VEHICLE REAR STRUCTURE 

Robert Alien Jones, Canton; Mark C. Kaufman, Farmington 

Hills, and Manfred Carl Rumpel, Bloomfield Hills, all of 

Mich., assignors to Ford Global Technologies, Inc., Dear- 

born, Mich. 

Filed Jan. 20, 1998, Appl. No. 9,640 
Int. Cl.’ B62D 2//02 


U.S. Cl. 280—781 14 Claims 


9. A rear structure of a motor vehicle comprising: 
a floorpan having a footwell portion and a load floor portion 
interconnected by a intermediate portion; 
a pair of rear side frame members having a primary axis extend- 
ing generally longitudinally within the motor vehicle, said 
rear side frame members having: 
front portions having a first predetermined width therebe- 
tween; 

inwardly extending portions angling inward from said front 
portions toward a longitudinal centerline of the motor 
vehicle; 

middle portions extending from said inwardly extending por- 
tions and having a second predetermined width therebe- 
tween, said second predetermined width being less than 
said first predetermined width; 

outwardly extending portions angling outward from said 
middle portions away from said centerline of the motor 
vehicle; 

rear portions extending from said outwardly extending por- 
tions and having a third predetermined width therebetween, 
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said third predetermined width being greater than said 
second predetermined width; and 

first and second apertures being disposed in said middle 
portions of said rear frame side members and having pre- 
determined diameters; 

wherein said first and second apertures each have a first 
principle axis aligned with said longitudinal centerline of 
the motor vehicle and transverse to a second principle axis, 
said first and second aperture having a larger diameter 
along said second principle axis than along said first prin- 
ciple axis; 

a differential unit disposed beneath said load floor and between 
said middle portions of said rear side frame members, said 
differential unit having first and second axle members extend- 
ing outwardly therefrom through said first and second aper- 
tures to drivingly engage first and second wheel hubs, said 
first and second axle members having inboard pivot points 
and outboard pivot points; 

a rear cross member connected to said rear side frame members 
and supporting said differential unit; 

wherein said second predetermined width between said middle 
portions is chosen to locate said first and second apertures 
substantially adjacent to said inboard pivot points, thereby 
minimizing said predetermined diameters of said first and 
second apertures for free articulation of said first and second 
axle members. 





6,039,352 
BUCKLE TENSIONER 
Franz Wier, Géggingen, Germany, assignor to TRW Occupant 
Restraint Systems GmbH, Alfdorf, Germany 
Filed Nov. 17, 1997, Appl. No. 971,449 
Claims priority, application Germany, Nov. 21, 1996, 296 20 


297 U 
Int. Cl.’ B6OR 22/46 
23 Claims 


1. A buckle tensioner for a vehicle, comprising a belt buckle, a 
linear drive connected to said belt buckle via a traction member, 
said traction member having a first end connected to said belt 
buckle and a second end connected to said linear drive, and a 
deflection member adapted to deflect said traction member 
between said first and said second ends, said deflection member 
comprising a holding section for said drive and an attachment 
section, said attachment section being adapted for fixing said 
deflection member in a vehicle-fixed manner, said attachment 
section being arranged clear of an angle included between said first 
and second ends, said deflection member possessing an elongated 
deflection section extending over an angular range of approxi- 
mately 90°, said attachment section being constituted by two strips 
of material, said strips extending parallel to each other and being 
each connected with a longitudinal edge of said deflection section. 
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6,039,353 
APPARATUS FOR PRETENSIONING SEAT BELT 
WEBBING 
Barney J. Bauer, Fenton, and Arnold J. Herberg, Davisburg, 
both of Mich., assignors to TRW Vehicle Safety Systems Inc., 
Lyndhurst, Ohio 
Filed Dec. 24, 1997, Appl. No. 998,240 
Int. Cl.’ B60R 22/46 


U.S. Cl. 280—806 8 Claims 


1. An apparatus for pretensioning seat belt webbing which is 
extensible about an occupant of a vehicle seat, said apparatus 
comprising: 

a movable first member; 

connecting means for connecting said first member with the seat 

belt webbing; 

a movable second member; 

means for applying a force to said second member to move said 

second member, said first member being positioned axially 
between said second member and said means for applying a 
force to said second member; 

force limiting coupling means for coupling said first member 

and said second member and for moving said first member 
with said second member until a predetermined force is 
applied by said connecting means to said first member resist- 
ing movement of said first member with said second member 
and for thereafter enabling said second member to move 
relative to said first member. 





6,039,354 
INDEX SHEET HAVING A DUAL-SIDE DIRECTLY 

MACHINE PRINTABLE INDEX TAB PORTION AND 

METHOD OF MAKING THE SAME 

Robert J. Mangler, Partridge, Ill., assignor to ACCO Brands, 

Inc., Lincolnshire, Il. 

Filed Mar. 7, 1996, Appl. No. 612,137 

Int. Cl.’ B42D 1/00 


U.S. Cl. 281—38 12 Claims 


1. An index sheet, comprising: 

a main body portion having a peripheral border; 

an index tab portion integrally formed with the main body 
portion and extending outwardly from the border, said index 
tab portion including a first panel connected to the main body 
portion, a first crease line segment positioned between the first 
panel and the main body portion, a second panel connected to 
said first panel, and a second crease line segment positioned 
between the second panel and the first panel for folding said 
second panel over onto said first panel with opposed surfaces 
of said first and second panels engaging each other, said 
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